INDEX

A4 size paper — Access

Sec. No.
A
A4 size paper (See also: Paper size)..... 608.01,
608.02 1825
A.l. series of patents (See also: Patent )........ 901.04
Abandoned application (See also: _Abandonment )
Accessibility to public........ccccccoooieee. 103, 711.04

Counting, when processed
Definition ..o
Failureto provide timely notice of foreign filing when

nonpublication requested...........ccccceeeiiiiinnennn. 1124
Fee on petition to revive........cccccoceeeinneen. 711.03(c)
Issue fee, failure to pay......cccceeeveviieennnnen. 711.03(c)
Ordering..ccccveevveseesiee e 711.04(b), 905.03
Papers received, handling..........cccccocevennnenn. 508.02
Provisional application............... 201.04, 211.01(a)
Reference use.......ccccoovviiiiieciineene 901.02, 2127
Referred to in issued patent.........ccccceevvivieneenn. 103
Revival.......cccoviviiiiciicecn 711.03(c), 1893.02
Provisional application..............ccccceeee.. 711.03(c)
StOrAgE...veeeieeeiiee e 711.04(b)
When open to the public.......ccccoviiiiiiiiee, 103
Abandoned file (See also: Abandoned application
Abandonment )
Abandoned files repository...... 711.04(b), 901.01(a)

Abandonment (See also: Abandoned application)....
711

Sec. No.

Notification of.........cccceveiiininnns 711.02, 711.04(c)
Of @ppeal.....ccoeeiiiiiiieeie e 1210
Of invention................... 706.02(d), 2134, 2138.03
Papers received after..........cccccoevveiienininnenns 508.02
Petition to revive..... 711.03(c). 711.04(c),
1002.02(c), 1002.02(q) 1002.02(r)
Petition to withdraw holding of examiner’s
statement.........ccceeeeeiiiiieeen, 711.03(c), _711.03(d)
Prior application.........ccccceeviiiiiieeiieee 201.06(c)
Provisional application............... 201.04, 211.01(a)
PUIING i 711.04(a)
Reconsideration.........cc.cccceeuenen. 711.03, 711.03(c)

Failure to respond........cccccceeeviiiiineennnns 711.03(b)

Insufficiency of response........c.ccco...... 711.03(a)
Reissue

Return of surrendered patent...................... 1416
Revival.......coooviviiiiece 711.03, 711.03(c)
Shortened statutory period expired..... 710.02(d),
711.04(a)
Special situationS........cccceeeeiinieeeee. 711.02(b)

Termination of proceedings... 211.01(a), 211.01(b),
711.02(c)

Undelivered action.........ccocceeevieieniieeiniiennine 707.13

Unintentional (See also: _Petition )..... 711.03(c),

1124

Withdrawal of holding............cccccouee. ... £11.03(c)
Abbreviation, periodical citation................. 707.05(e)
Abbreviature and abstract publication............ 711.06

CtatioN....ccveeieee e 711.06(a)
Abstract for defensive publication.................. 711.06
Abstract of international application.................. 1826
Abstract of the disclosure........... 608.01(b), 1302.04
Abstract publication..........cccccoceiiiiiiii e, 711.06

Accelerated examination 708.02
Access (See also: _Inspection _Power of attorney )

After allowancCe.........ccoceeeiiiiiiiic e 711.05
After payment of issue fee........cccoovverinnnnnn 711.01
Amendment late.........ccccevveeeniinnns 711.02, 714.17
Appeal dismissal.......ccccccoiiiiiiiiiiiees 1215.04
Appeal withdrawal.................... 1215.01 to 1215.03
Assignee must CONSENt......cccevvieeriiieeriiee e, 711
Change of addressS.......ccoocvveeeiiiiiiieneeniis 711.03(c)
Counted as a disposal.....cccccccevvvviieeeiiiciiieneenn. 1705
Date Of...eeeeiiiiiiee e 711.04(a)
Destroys continuity..................... 211.01, 211.01(b)
EXPreSS. . 711, 711.01
Continued prosecution application (CPA).....
201.06(d)
Issue fee not paid.........ccccevviieiieiiiinnnn. 711.03(c)
Issue fee paid........ccocvverieeeinenn, 711.01, 711.05
Failure to file property rights statement............ 150
Failure to pay issue fee........ccccoviieenenniins 711.03(c)
Failure to ProSecute.......ccccvvveeviivieniieecnieenn 711.02
Failure to provide timely notice of foreign filing after
non-publication request.........cccoccveiiieeiiineene 1124
Formal......cooooiiiiiii e, 711, 711.01
FOrwarding.......ccooceveeviee e 711.04(a)
Incomplete reply 711.03(a)
Invention abandoned..... 706.02(d), 2134, 2138.03
NO FePIY o 711, 711.02

Attorney not of record..........c..coecvveveeennns 402, 405
Authoritiy to grant access to an application..... 104
Authorized by DIireCtor......ccoccveeeeeiiiiiiieeeeeiiee. 104
Continued Prosecution Application (CPA)........ 103
Ex parte reexamination file...........cccccceenninneen. 2232
Excluded attorney or agent.........cccocveerineenneneen. 105
Inter partesreexamination file......... 2609, 2632.01
Image file wrapper application............ccccceeeennnne 103
International application...........cccccooveeiiinecnneenn. 110
Pending application..... 101, 103, 104, 106,

724.04, 724.04(a), 1128, 1132
PetitioN....ccooiiiie e 103
Protested application.................. 1901.05, 1901.07
Provisional application..........cccccceeevvnnnenn. 2103, 104
Published application...... 103, 1128, 1130, 1132

Reissue application............cccccvveee. 103, 724.04(b)

Index-1 Rev. 07.2015, October 2015



MANUAL OF PATENT EXAMINING PROCEDURE

Access — Affidavit of attribution or prior disclosure to overcome a 35 U.S.C. 102 or 103 rejection (37 CFR 1.130

Sec. No.
Supplemental examination............c....oc.ue... 2803.02
Suspended attorney or agent.........ccccceeeeeeiineenn. 103
Unpublished, Abandoned, and pending
APPHCAtIONS...coiiiieiiiec e 105
Accounts, Deposit (See also: _Deposit account )
Acknowledgment of protest.........cccccceervnnnee. 1901.05
Act (See also: Statutes )
Action (See also: Letter, Examiner's )
Advisory action........cccceeveeernenne 706.07(f), 714.13
After another examiner’s action.................... 706.04

After Board decision..... 1214.01, 1214.03to
1214.07

Sec. No.
Shortened statutory period........ 710.02, 710.02(b)
SPE’s personal attention...........cccccoeeiieeeenn. 707.02
Supplemental..........ccccoviiiniiieninenn, 710.06, 714.05
Suspension (See also: _Suspension )................ 709
Suspension, primary examiner’s attention..... 1004
Suspension, TC Director’s attention................ 1003
Third, SPE reVIeWS.....coooioeeiiiieeieeeeeeeeeeeeeeeeens 707.02
Time mite...oee, 710.02, 710.02(c)
Address, Change of correspondence..... 601.03(a),
601.03(b), 711.03(c)
After AlOWaNCE......covviiieeiiiieece 2501, 2542
Address, Correspondence (See also: Mail Stop ).....
403, 403.01(a). 403.01(b), 2542

After Board decision reversing examiner... 1214.04
After Board decision sustaining examiner.. 1214.06

After interference........ccoccviiiiiiiiicnece, 2308
Amendment after final rejection..... 706.07(f),
714.12 714.13
Citation of references..........ccc....... 707.05, 710.06
Claim SUMMAIY.....ccoeviiieiieeeiee e 707.07(i)
Claims in excess of number of claims previously
pPaid fOr.. e 714.10

Closing prosecution in inter partes reexamination
(See also: Reexamination, Inter partes: Action

closing prosecution )
Completeness.......cccovveeeeevecnnnen. 707.07, 707.07(a)
Copy to applicant........ccoccveeiiiiiiieee e 707.12
Copies of references..........coccevviveiiencnne 707.05(a)
Correctness, Period for reply.....ccccccceevvneen.. 710.06
COUNTEA..ceiiiieeiee e 1705
Crosses amendment......c..ooocveeeeeeiiiiieneeneenne 714.05
Date....coiiiiiieee e 707.11
ENTrY oo 707.01
EXAMINEI'S oo 707
Final rejection............ 706.07 to _706.07(f), 713.09

In reissue applications..........cccccee.... 1444, 1453
Foreign priority determination.............. 210to 217

Formal matter..... 707.07(a), 707.07(e), 707.07()).
714.02

FOrms USed.......uvvvviiiieiiieiiieiee s 707
Incorrect citation of references.................... 710.06
Informal application.........cccccceovviieneeeiinen.. 702.01
MaIHTING e 707.12
Original in image file wrapper.........cccccco.o..... 707.12
Patentability report........ccccovvvveneenn. 705, 705.01(c)
Piecemeal examination.............ccccccvvvvinnnns 707.07(q)

Primary examiner’s personal attention..... 707.01
1004

Priority determination, foreign.............. 210to 217
Reissue application file.........ccccconieniininnnn. 1430
Reply time computation.... 710.05
Restriction requirement.........cccccceeeeviiieveeceeinnen, 800
RetUrned. ... 707.13

AdAress, FEE........oovvvueiiiee e
Address of applicant

Address of U.S. Patent and Trademark Office..... 501
502

Address of patent owner.............. 2222, 2622, 2805
Address of unavailable inventor.................. 409.03(e)
Administration, Letters of......ccccceevvivineeneenn. 409.01(b)
Administrative instructions, PCT........ccccceeeeeeeeeenns Al
Administrative Patent Judges (See also: Patent Trial
and Appeal Board (PTAB) )
Administrator or eXecutor......ccccccveeeeeeeeeeeeenenn. 409.01
Allowance and iSSUE€........cccceeeeeviiiiereeninns 409.01(b)
Application by, After discharge................ 409.01(b)
Assigned application, Inventor dies......... 409.01(b)
AULNOTILY e 409.01(b)
Consular certificate........cccevvieirieeeininenn, 409.01(b)
Foreign CouNtry.......occueeeeeeiiiieie e 409.01(b)

[ L= 409.01, 409.01(a), 409.01(b)
Prosecution by........c.cccoeu... 409.01(a), 409.01(b)
Intervention not required............c.occuueeeeen. 409.01(b)
Refuses to sign........ 409.03, 409.03(b), 409.03(c)

Admissions by applicant..... 706.02(c), 2129,
2133.03(c)

JepSOoN ClaiM. . 2129
Admissions in reexamination

EX Parte .....ooocoevieiiiieee 2217, 2258
Advantages over prior art.......cccccoecveeeeennnnnns 707.07(f)
Adverse recommendation under 37 CFR 1.312.....
714.16(d) 714.16(e) 714.19
Advisory action........ceceeeeeeieeeneenne, 706.07(f), 714.13
Affidavit (See also: Oath Declaration )

Affidavit, disqualifying commonly owned patent or
patentapplication publication as prior artto overcome
a pre-AlA 35 U.S.C. 102 or 103 rejection (37 CFR
LABL) e 718
Affidavit of attribution or prior disclosure to overcome
a 35 U.S.C. 102 or 103 rejection (37 CFR 1.130.....
717.01 to 717.01(f) 2155

Enablement.........cccccieeeiiiiiiceee 2155.04
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Affidavit of attribution or prior disclosure to overcome a 35 U.S.C. 102 or 103 rejection (37 CFR 1.130 — Affidavits,
traversing rejections (37 CFR 1.132)

Evaluation of..... 717.01(a)(1), 717.01(b}?&f No-

717.01(e)
Formal requirements...........ccocoeveeenninnen. 717.01(c)

Showing Disclosure was made by inventor.....
717.01(a), 2155.01

Showing Prior disclosure was subject matter by

[101V7=T0 1 (o] OSSR 717.01(b), 2155.02
Showing disclosure was subject matter obtained

from inventor........c.ccocoeeeene. 717.01(b)(2), 2155.03
Timely presentation.........ccccceevieeniieennnen. 717.01(f)

When available..................... 717.01, 2155.06
When not required........cccceeeeeiiiiiiiene e, 717.01
When unavailable.........cccceevveeeeen... 717.01, 2155.06
Who may file.......ccoevveieiiiennene, 717.01(c), 2155.05

Affidavit of prior invention to overcome a pre-AlA 35

U.S.C. 102 or 103 rejection (37 CFR 1.131(a))..... 715,

2132.01 2136.05
Acts relied upon, NAFTA/WTO/U.S...... 706.02(c)(2),
715.07(c)

Best mode, failure to disclose....................... 715.10
Co-authorship.....cooceiiiis 715.01(c)
Common assignee, reference and application.....
715.01(b), 718
Compared to Rule 1.132 affidavit.................. 715.01
Completion of invention...........ccccooveiiinniiieen. 715
Conception  (See also: Conception )
Continuing application........... 201.06(c), _201.06(d)
Copies from prior applications................. 201.06(c)
Dedication to public......ccccceeviiiiieieeiiieieee e, 715
DerivatioN......c.coeviiieiiiee e 715.07(c)
Diligence (See also: Diligence )
Effective filing date........cccoeiieeiiiniiiie, 715
Exhibit, Disposition...........ccccoevvvveeeeeiiinnenn.. 715.07(d)
Formal requirements.........ccccoviiiieeeeniiiieeeenn. 715.04
Facts and documentary evidence............. 715.07
Timely presented........cccocvveeeiiiiiienc e, 715.09
Genus-species 715.03
Generic claiM......ccocoiiiiiiiie e 715.02
Interference testimony used.................... 715.07(b)
Overcome patent or publication.............ccce...... 715
Petition regarding sufficiency................. 1002.02(c)
Prior public use/sale.........ccccocvvviieiiiiiniencnnns 715.10
Priority time charts........ccoocoieiiiniie 2138.01
Proper use Of....coooiiiiiii e 715
Reduction to practice (See also: Reduction to
practice )
Reexamination,, ex parte .......cccccccevviieveeennins 2258
Reexamination, inter partes ........cccoeceveeviinnen. 2658
Reference date to be overcome...........cccceenee. 715
Reference is
Common assignee........ 715.01(b), 717.02, 718
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Joint patent or published application to a&?ﬁcgﬁt

and another.......ccoovvveeeveeeiieiiiee, 715.01(a)
Patent or application publication claiming same
INVeNtion........cccccoeeeeeeeccciiinenns 715.05, 2138.01

Publication of applicant’s own invention.....

715.01(c)
Sufficiency of.....ooociiiiiis 715.08, 2136.05

When used..... 706.02(b)(2), 706.02(1)(3), 715,
2132.01

Who may make affidavit............. 706.02(b), 715.04
Withdrawn rejection.........cccccovviiiei e 715
Affidavits, traversing rejections (37 CFR 1.132)... 716
Attorney argumentsS.........ccceeeeeeniiieeeeennes 716.01(c)
Inoperability of references............ 716.07, 2145
Reference attributed to applicant............. 716.10
Attribution, of reference to applicant............ 716.10
Commercial success, evidence........cc........... 716.03

Commensurate in scope with claimed invention..

716.03(a)

Derived from claimed invention........... 716.03(b)
Design applications.............. 716.03(b), 1504.03
Sales figures....ccoeviii e 716.03(b)
Commonly owned patent...........cccecevvveeeeeninnnen. 718

Commonly owned patent application publication.....
718

Comparison with closest prior art............ 716.02(e)
Computer programming cases............... 2164.06(c)
Continuing application........... 201.06(c). 201.06(d)
Copying, evidence..........cccceveernnnne 716.06, 1504.03
Disclosure, sufficiency........ccccccovviiereeeiiinenn. 716.09
Disclosure, utility and operability................. 716.08
Evidence
Consideration of........cccocvevviiiiiiee e 716.01
Publications......ccccooceeiiiiis 716.02(g)
ODbJeCtiVe ..o 716.01(a)
Compared to opinion evidence....... 716.01(c)
Probative value...........ccooceeeinineen. 716.01(c)
Weighing against prima facie case.....
716.01(d) 716.05
SeCONaArY....ucveeeiiciiieee e
Timeliness.......
Long-felt need
Petition regarding sufficiency................. 1002.02(c)
Reexamination, ex parte ........ccccccvviiieeeennnnnns 2258
Reexamination, inter partes .......ccccccevvvvveeennn. 2658
Reference attributed to applicant................. 716.10
Sufficiency Of....oooi
SYNEIGiSM .ottt

Skepticism of experts
TIMEIINESS..ciiiiiiiiie e
Unexpected results, allegations................... 716.02
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Affidavits, traversing rejections (37 CFR 1.132) — Allowance and issue

Sec. No.
Unexpected results, evidence................... 716.02(a)

Advantages not disclosed or inherent.. 716.02(f)
Burden on applicant.........cccccvieeennnenn. 716.02(b)
Commensurate in scope with claimed invention..

716.02(d)

GENUS OF SPECIES..cevieiiiiiieeaaiiiieeae s 716.02(d)
Range, claimed.........ccccccevvviiiinecninnen. 716.02(d)
Weighing evidence of........cccceevieennn. 716.02(c)
Affidavits submitted with prior art under 35 U.S.C. 301
in patented fileS......cccoiiiii 2205
Affirmation (See also: Oath Declaration )
After final practiCe.......ccccovviiiiniiiiiiieeiene 706.07(f)
In transitional application......................... 706.07(q)
In ex parte reexamination.........cccccceevvvvveeeeens 2272

Agent (See also: Attorney or agent Power of attorney

)

Agent for international application..... 1807, 1864.04

AQOregation.......cccoovveeeiiiieniee e 2173.05(k)

Agriculture, Department of, Plant patents..... 1608,
1609

Agricultural Research Service................ 1608, 1609
Algorithms......ccoceveveeenenen, 2106, 2164.06(c), 2181
Alien Property Custodian (A.P.C.) publications (See
also: Citation of prior art ).......ccccccvcveriernnnne 901.06(c)
Allowance and issue (See also: Allowed application
)T OO PR PP UPPOPRTP 1300
Abandonment after.........cccccvveeiiieeiiiieee 711.05

All claims allowed, shortened statutory period.....

710.02(b)

Amendment, Examiner's..........cccceeeeeeevnnneens 1302.04
Amendment, Examiner’s, Rule 1.312............... 1305
Amendment after (See also: Amendment: After

allowance )

Amendment after allowance of all claims.... 714.14
1303.01

Amendment after D-10 NOtiCe.....cceeveeeervirivvrnnnnnn. 130
Amendment at time of..........ccceviiiiiiiinnns 714.15
Amendment crossing in mail...........cccccoce. 714.15
Assignment DiviSioN........cccceveieeriiienninenn, 409.01(b)

Cancellation of claims after appeal..... 1214.05
1214.06 1215.03

Cancellation of nonelected claim by examiner’s

amendment.........ccoeeviiiiieeeeee e, 821.01, 821.02
Citation of prior art.......ccccoocvveviieniieciieenn 1302.12
Claim for Official Gazette ............oeeeevvvvnnns 1302.09

Claim renumbering..... 608.01(j). 1302.01,
1302.04(q)

Claim renumbering, dependent claim..... 608.01(n)
1302.01

Classification........ccoceeeiiiiiiiiiei e 903.07
Classification change after allowance.......... 903.07
Cooperative Patent Classification Notation.. 905.01
Copending application
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Sec. No.

File wrapper/history notations...... 202, 1302.09
Parent application data..............cccceeeeenee 1302.04
Correction of error after allowance............... 714.16
Cross-reference 903.07(a)
D-10 NOLICE....cciiieieieee e 130

Deceased inventor, notice of allowance..... 1303.03
Drawing correction.... 608.02(z), 1302.04, 1303.01

Drawing in patented file..........ccccooieernneen. 901.01(a)
Examiner’'s amendment (See also: Examiner’s
amendment )

File wrapper notation
Final reVieW.....oooveeeeeeiiiiiieeeee i,
Formal matters.......cccocceeeevviveeneenne

Formal matters, examiner’'s amendment and

changes......ccoiiiiii e, 714.16, 1302.04
Formal matters, specification rewritten...... 1302.02
General FeVIEW.........ocveveiiieeriie e 1302.01
INterference.......cccccviviviiiiiiieieeeeeeeee e, 2303.01
Interference search................. 1302.08, 2304.01(a)
International classification............cccccoveeiiiieene 906
Intervention by executor..........cccccoecuuveennn. 409.01(b)
Issue classification notations.................... 1302.10
Issue to applicant.......ccccceeeiiiiiieei e 308
Issue to a non-applicant assignee..................... 307

Jurisdiction of application
Listing of references.........ccccecvveeeeiiiinennenn.

Locarno classification designations................. 907
Non-compliant amendment, treatment of..... 714,
1302.04

Nonelected claims canceled by examiner’s
amendment........ccooeeeriiieiiiee s 821.01, 821.02
Nonelected claims eligible for rejoinder..... 821 to
821.02

Notice of Allowability..........cccceeviiiiiiiiinnnn. 1302.03
Notice of allowance (See also: Form letters and
forms: Notice of allowance )
Patentability report, print disposal........... 608.02(n)
Plant application......cccccccvieieiiiiiiiiee e 1611
Printer Rush

Pro S€ .o

Protest against iSSU€........occvvieeeeiiiiiieee e, 1901
Reasons for allowance (See also: Reasons for
allowance )
Record room.......cccoovviiieiieiieeee e 901.01(a)
Reference listing......occoeeviieiiiiiciiiec s 1302.12
Reissue application.........cccccoevvivierieiiiiienee s 1455

Rejection after allowance..... 706.04, 706.05
1308.01

Rejoinder of claims........c.......... 821.04, _1302.04(h)
Related applications, file wrapper/history

[00) =1 {101 g F- TR 202, 1302.09
Reopening prosecution..........cccceeeeeiieneenen. 1308.01
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Allowance and issue — Amendment

Sec. No.
Excess claims.......ccccevvvvvieeieieiieieieeinin, 714.16(c)
Formal matters.......cccceeeeeeeennn 714.16, 714.16(d)

Handling.......oocveeeeiiiieee e,
Mailed before allowance
Motion under Rule 41.208(c)(2) (formerly under

Rule 1.633(C)(2)).vveeverrireareerireaieenienanne 714.16(b)
Patentability pointed out..........cccccecvvennnee. 714.16
Reason for adverse action..... 714.16, 714.16(d)
Renumbering claims.........ccccoceveiiieennns 714.16(e)
Secrecy order application.............. 130, 1304.01
After examiner’'s ansSwWer.........ccccoecvveeeeeeniinenn. 1210

After appeal, before examiner’s answer..... 714,
1206

Sec. No.
Review by examiner.........ccocoveeeiniiiineneennne 1302.01
Review by primary examiner............cccccceee.... 903.07
Rewritten specification requirement.......... 1302.02
Secret application.......cccocccvevieeiinenn. 130, 1304.01
Signing file wrapper......cccooceeiiiiiieee e, 1302.13
Special...cccevviieiieie, 708.01, 710.02(b), 1301
Specification, clean copy required............. 1302.02
Statement of invention............c.cccoccoeees 1302.01
Supplemental oath after.........cccccceeevcviieeeennns 603.01
Terminology correspondence of specification and
ClAIMS .o 1302.01
Title of invention.........cccccoiii e 1302.01
Title change by examiner........ccccoceeviveeiineen. 606.01
Title search, continuing application.................. 306
Transfer ... 903.08
Undelivered notice of allowance................. 1303.02
Withdrawal from issue (See also: Withdrawal from
issue )
Withholding from issue, secrecy order application..
130, 1304.01
Allowance, Reasons for (See also: Reasons for
allowance )

Allowed application (See also: Allowance and issue
)

DefinitioN. ...
Express abandonment of
File wrapper data.........cccoeveeeeeiiiiienee e,

REJECHION ...

Suggesting claim for interference................... 1003
Allowed claim, rejection........ccccceeeeeiiiiiereeniins 706.04

By Patent Trial and Appeal Board............... 1213.02
Alpha subClass........coccveiiiiiiiic e 903.07
Alteration of application...........ccccoveeiiiiiineecnnns 506

After execution prohibited.... ... 608.01
Before execution of oath or declaration.. 601.01(a),

After Board decision..... 1002.02(d), 1214.01,
1214.06 1214.07

After death of attorney or agent............cccceeeeee 406
After final rejection....... 706.07(f), 714.12, 714.13

Examiner determines compliance with..... 1.121
714.18

Non-compliant amendment, treatment of..... 714

After final rejection, entered in part.............. 714.20
Applicants must Sign......cccoceeeeviieeiiieennne 714.01(a)
At alloOWanCe.......ocoeeviiiiie e 714.15

Attorney not of record... 402, 405, 408, 714.01(c)

Basis in disclosure..... 608, 706.03(c), 2163.03,
2163.07

Before first action.................. 608.04(b), 714.01(e)
Board rejection avoided..........ccccveveeriinnnen. 1214.01
By replacement paragraph or section............... 714
By substitute specification............cccccoeceeeennns 714
Canceled matter restored................ 608.01(s), 714

Canceling all claims..... 706.07(h), 711.01, 714.19
Canceling appealed claims..... 1215.01 to 1215.03

Claim added, terminology basis..... 608.01(0),
2163.03, 2163.07

602, 714.21 Claim numbering.... 608.01(j), 1302.01, 1302.04(g)
Alternative phrasein claim (See also: Indefinite claim Claims
) ........................ ..... ...................................... 217305(h' Added In eXCeSS Of number of Clalms prev'ously
Amended application..........ccccooviiiiiiiniinnennn. 203.03 paid for...cccocovoveeeeeen. 607, 714.10, 714.16(c)
Amended application, inspection for transfer..... Clean version.................... 714, 714.13, 714.16
903.08(c) Marked-up version 714
Amendment (See also: ReplY ). [14 Status Identifiers.......coooeeeeeeeeeeeeeeeeeeeen, 714
ACC|.dentaI entry...._ .......................................... 714.21 Complete reply required................. 714.02. 714.04
Adding excess ClaimsS.......ccccevviiiiieeeniineene 714.10 Consolidating pending claims..... 714 714.13
After abandonment.................. e 711.02, 714.17 714.16
After all claims allowed...........c..ccooivins 714.14 COPIEr COPIES....ouveceevevereeeeieeeseeeeeer s 714.07
After allowance Copying patent claim (See also: Claim presented
Approval.......cccoeeeiieeiiieeens 714.16, 1002.02(d) corresponding to claim of patent )
Canceling claim.......ccccccooviiiiiieiniiees 714.16 Crossing mailing of allowance 714.15

Entry in part 714.16(e)
Examiner’s action..... 714.16, 714.16(d),
714.16(e)

Index-5

D-10 notice preceding......cccoccvveevieeeiieeennnee e 130
Date of receipt......c............ 505, 710.01(a), 714.18
Date of receipt stamp
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Amendment — Amendment

Sec. No.
Office date........c............. 505, 710.01(a), 714.18
Declaration......c.coooeeiiiiiieiiiiee e 602
Defective, directions for entry.........cccocueeeee.. 714.20
Discharged attorney or agent...............ccue..... 714.19

Disapproval of preliminary amendment... 714.01(e)
1002.02(d)

Sec. No.

Incomplete reply..... 711.02(a), 711.03(a), 714.02
to 714.04, 2266.01, 2666.30, 2671

Time for completing..... 710.02(c), 714.03,

2266.01 2666.30
Increasing claims in excess of number of claims
previously paid for..........cccceounee. 714.10, 714.16(c)
Ink, not permanent.........ccccceevceeiiieennne e 714.07
Inspection by examiner............ccooceeeeininnnenn. 714.05

Inventorship (See also: Correction of inventorship

)

Disapproval of second or subsequent reply.....
714.03(a)
DiSCOUrteoUS. .....cooeeiiiiiieeeeeeiieeenenn 714.19, 714.25
Drawing......cccoeeeerevenns 608.02(p), 1302.05, 1303.01
In reissue application.........cccccoeeeeviiieninennne 1413
Drawing, dispoSition......c.cccocceeveeiiiiinnenn. 608.02(x)
Drawing, new matter 608.04(a), 714.19
Easily erasable paper forbidden................... 714.07
Entered in part.......cccoooiiiiinn e 714.20
Entered in part, after allowance, 37 CFR 1.312.....
714.16(e)
ENtIY oo 714.18, 719.01(a)
Entry denied..........ccocee... 714.17, 714.19, 714.21
Appeal case......cccoveviiiiniiiennn 1206, 1214.07
Drawing correction.........ccccceeeeeeeiinnnennn. 608.02(x)
Drawing new matter.........cccccovviieieeeininnen. 608.04
LSttt s 714.19
Paper number........c.ccoovieeiiiiiiiei e, 714.21
Period for reply expired........cccooiieiinnnnis 714.17
Preliminary amendment............c.cccoee.. 714.01(e)
Second (or subsequent) supplemental reply.....
714.03(a)
Substitute specification unnecessary..... 714.19
714.20
Unduly interferes with preparation of Office
ACTION i 714.03(a)
Entry direCtionS......ccoovveeieiiiiiieie e, 714
DefeCtiVe. ..o 714
Entry inadvertent..........cococeveeiiiinniee e, 714.21
Entry in ex parte reexamination...................... 2234
Entry in inter partes reexamination................ 2670
Examiner’'s (See also: _Examiner’s amendment )
Excess claims added.................. 714.10, 714.16(c)
Facsimile.. ..., 502.01
Fees, additional.............coooviviviiiiieeieeeeeeeens 710.02(c)
File wrapper endorsement.........ccccceeeevvivnenn. 714.21
Filed with application...........c.ccoocoiieinines 601.01(a)
Formal matters, compliance with.................. 714.02
Fully responSiVe.......ccocvveiiiciiiiee e 714.02
Heading.......eeviiiiiiieie e 502
Immediate inSPection........ccccooveeeviieeniieeee 714.05
Improper signature..... 714.01(a), 714.01(c),
714.01(d)
Ratification........cocoveeeiiiiiiee 714.01(a)
INaCCUrate......ccovvviiiiiiiiii e 707.07(h)
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Jurisdiction of application not with examiner.....
714.16 714.19 1305
Late. .o 710.02(d), 711, 714.17
Literature citation in specification........... 608.01(p)
Manner of Making......cccccovveerriieeniiee e 714
Motion under 37 CFR 41.208(c)(2), Application in
IS S U ettt ettt 714.16(b)
New matter.................. 608.04, 706.03(0), 2163.06
Non-compliant amendment, treatment of..... 714,
1302.04
Nonentry (See also: Amendment: Entry denied).....
714.19
Not entered........ccccoovvvvvieeeiiiiieneeen 714.19, 714.21
Not fully responsive.... 714.02to 714.04, 2266.01,
2666.30 2671
Not fully responsive, time to perfect reply.....
710.02(c), 714.03, 2266.01, 2666.30
Oath, Original........ccccviiiiiiiie e 602
Objectionable remarks 714.19, 714.25
Of ClaiMS..cooie e 714
Of specification......cccooccviieiiiiiie e 714
Office date stamp.............. 505, 710.01(a), 714.18
Paper NUMDEr ... 714.18
Patentability pointed out................. 714.02, 714.04
Period for reply ends Sunday or holiday..... 505,
513, 710.01(a) 710.05
Permanent ink required...........ccccooovieereennnnne 714.07
Petition NoN-entry........cccoceviieiiieeennnen. 1002.02(c)
Plant application........cccccvveeiiiiiiiieeies e 1610
Post Office address, Applicant................. 602.08(a)
Preliminary......c.ccccoccveeeeiiiiiiene s 506, 714.01(e)
Canceling all claims 601.01(e), 711.01
Denial of entry......cccccoviiiiiiiiiiee 714.01(e)
Excess claims.......cccccceeeeeeiiiiiniieiinnn, 506, 714.10
Filed with application.........ccccccccoeuvneenn. 714.01(e)
Manner of making..........ccccoiiiieniinnnn. 714.01(e)
New matter added..... 601.01(a). 608.04(b).
702.01
Non-compliant amendment, treatment of..... 714
PG-Pub application 1121
To lessen filing fee......covveiiiiiiie 607

Ratification



INDEX

Amendment — Appeal

Sec. No. Sec. No.

Signature defective..........ooooeeceeeeeenn... 714.01(a) Definition of ..., 2131, 2152
RECEIP . v, 501to 505, 511, 512 EXCeptions t0...cccceeiviiiiiiee e 2153, 2154.02
Received after allowance.............. 714.15. 1303.01 GENUS-SPECIES....ooviriiieiiiciieee e 2131.02
Reexamination.......wwweeviin. 2250. 2666.01. 2672 Generic chemical formula..........cccoeeeennen. 2131.02
REISSUC oo 714, 1453 Grace Period.........cccoeeevvevnnnnns 2133, 2153, 2153.01
ReqUIremMeNnts Of .......cccooveveveeeeeeeeeeeeeen, 714.02 Meaning of
ReSIdENCE CRANGE.....c.veoeeeeeeeeeeeeeeeeeeeeees 719 “By Others”.......ccooiiiinn, 2132, 2154.02
RESPONSIVE.......cecvevevererceeieiereneerin, 714.02, 714.04 “In this country” ..., 2132
Return, after entry in file wrapper................ 719.01 “Known or used”..................... 2132, 2133.03(a)
Rule 1.312 (See also: Amendment: After allowance “Patented in this or a foreign country”..... 2132
) 2152.02(a)
Second (or subsequent) supp|ementa| rep|y _____ Multlple references, when permitted .......... 2131.01
714.03(a) On sale (See also: On sale )
Several filed on same day.........cccccovveeeriiene 714.18 Ranges claimed.........cccccevvieiiiiiiniiee e 2131.03
Signature improper..... 714.01(a), 714.01(c), Rejections based on publications and patents.....
714.01(d) 2133.02 2152.02(a), 2152.02(b)
Sighature missing.......ccccvveveeiiiiveneeesiienen, 714.01(a) Prima facie case.......ccccoeeeeeeeeeeernnnnns 2132.01, 2152
Signature required........ccccovceeeiiieeenineenne 714.01(a) Public use (See also: Public _use )
Signed by applicant, not by attorney or agent of Secondary considerations, evidence of..... 2131.04
[g=ToT0 ] (o IR 714.01(d) A.P.C. pub“cations (See also: Alien Property
Signed by attorney or agent not of record..... 402, Custodian (A.P.C.) publications )
402.03 714.01(c)  Apostille (See also: Oath _Declaration )..... 301,
Statement of allowability by Board............. 1213.01 409.01(b), 409.03(a), 409.03(d), 602.04

Supervisory primary examiner..... 714.13, 714.16
714.16(e)

Supplemental.......c.ccccooiiiiiiie 714.03(a)
Support by claims present on the filing date.....
608.01(1

Telephone number.........cocciiiiiiiiiiieee 714.01
Unduly interferes with preparation of Office action..

714.03(a)

UNSIigNed.......oocvevieeiiiee e 714.01(a)
Ratification of........ccceeeuee.. 710.02(c), _714.01(a)

America Invents Act (AIP) (See also: Statutes: Public
Law 112-129 )

American Inventors Protection Act (AIPA) (See also:
Statutes: Public Law 106-113 )

American National Standards Institute (ANSI).....
608.02

Amino acid sequence (See also: Biotechnology

Nucleotide sequences )
Analogous Art..... 904.01(c), 1302.14, 1504.02,
1504.03 2131.05 2141.01(a)
Analysis of claimsS......ccccooiiiini e, 904.01
Answer, Examiner’s (See also: _Examiner’s answer )
Answer all matters traversed............cccocuee.e. 707.07(f)
Antecedent lacking (See also: Indefinite claim).....
706.03(d), 1302.01 2173.05(e)
Anticipation rejection..... 706.02(a), 1504.02, 2131,
2132, 2133, 2136, 2152, 2154
Affidavit to overcome a pre-AlA 35 U.S.C. 102(a) or
(e) rejection......cccceeeevnnnen. 715, 2132.01, 2136.05
Analogous art........cccccevvviieenennnne 1504.03, 2131.05

Apparatus, Process or product and..... 806.05(e) to
806.05(9)

Actions subsequent to examiner’s answer..... 1210
Administrative handling.........ccccoeeviiiiieiinnnns 1203
Affidavit after appeal............ 1206, 1208, 1211.03

Amendment after examiner’'s answer..... 1210,
1211.01

Amendment before examiner’'s answer........... 1206
Amendment for purpose of............. 714.12, 714.13
Amendment makes application allowable...... 1206

Answer, Examiner’s (See also: _Examiner’s answer

Brief e 1206
In ex parte reexamination...........ccccceeeuvneeen. 2274
In inter partes reexamination..... 2675, 2675.01
IN FEISSUL.....iiiiiiiiiceceec e 1454
By patent OWNer..........oooooiiiiieeeeeeee e 1204
Cancellation of withdrawn claims............... 1214.05
Civil lIitigation......ccoocieiieiiiiiiiee e 1216.02
Claims copied from patent, time limit...... 710.02(c)
Claims included.................... 1204, 1205, 1205.02

Claims not appealled..... 711.02(b), 1215.01,
1215.02

Partial..........ccoooe e
Composition of the Board..........c.............
Concurrently with interference
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Appeal — Applicant

Sec. No.
Concurrently with prosecution before examiner.....

1210

Conference......ccccoeeviiiiieccinenn, 1207.01, 1302.14
In inter partes reexamination.......... 2676, 2677

Correspondence address for litigation..... 501,
1216.01

Lo ] U1 1216
Court, Federal CirCuUit.........cccoeveeeiiiiiiieennnnns 1216.01

Of an inter partes reexamination..... 2682, 2683
Decision by Board.........ccccceeiiiieiiiiiiiiieeee 1213

Of an inter partes reexamination..... 2681, 2682
Dismissal.......ccocvieiieiiiiiiie e 1215.04
Examiner reversed.........ccocovivveieeereneneneeennn. 1214.04
Examiner sustained................ccccoeeiviiiinnnnnns 1214.06
EXaminer's anSWer.........ccccocvveeeeeeiiiveeeeee s 1207
Failure to prosecute appeal........cccccceeeernne 1215.04

Fee (See also: Fee)..... 1204, 1204.01, 1205,
1208.01

Fowarding fee......ccccvviiiiiiiiiiiie e 1208.01
From Board decision................... 1216to 1216.02
Inter partes Reexamination.............. 2674 to 2680

FlowCharts.......ccccovieiiniinie e 2601.01
Interview after appeal........cccccceiiiiiieneeninine 1204.03
114 go Yo [UTo1 4 To] o TR 1201
Jurisdiction.....cocceeeviiee e 1205.03, 1210
Matter subject to........ccccevviiveenernnns , 706.01, 1201
Multiplicity rejection.........ccccceveviieeennnen. 2173.05(n)
New ground of rejection by Board.............. 1214.01

New ground of rejection by examiner in examiner’s
answer.... 1207.01, 1207.02, 1207.03, 1207.03(a),

1207.03(b) 1207.03(c) 1208
New matter affecting claim........................ 608.04(c)
NOtICE Of.eoiiiiiiciie e 1204

Oral hearing 1209

Reexamination, ex parte 2276
Reexamination, inter partes ...............cc...... 2680
Order for compliance............ccceee.... 1205.03, 1210
Patentability report case..........ccccevvvrennnen. 705.01(a)

Pre-appeal brief conference pilot program.....
1204.02

Sec. No.
Remand by Board..... 1208, 1210, 1211, 1211.01,

1211.02, 1211.03, 1212, 1213, 1213.02, 1214.01,

1302.14, 2143.03, 2274, 2275, 2681, 2682
Remand by Federal Circuit..........cccceeeuvneeen. 1216.01
Remanded application made special............ 708.01
Reopening of prosecution..... 1207.05, 1208,

1214.07, 1211.01, 1213, 1213.02, 1214.01,

1214.04 1214.07
Reply brief to examiner’'s answer..................... 1208
Requirement by board to address matter....... 1212
Secrecy order application.................. 130, 1304.01
Statement of allowability by Board............. 1213.01
Substitute appeal brief........ccccoooiiiiinnnen, 1207.02

Substitute examiner’s answer..... 1207.05, 1211,
1211.01

Suspension pending civil action or federal circuit

appeal in related Case........ccocceeeeeiiiiiene e, 1213
Time for filing brief........cccci 1205.01
Withdrawal of final rejection..........cccocceeviienns 1207
Withdrawal, partial............ccc........ 1214.05, 1215.03
Appealable matter not petitionable......... 1002, 1201
Appendix, computer program listing.... 608.05, 1121
Appendix, multiple claim sets.........cccccoviiieneennn. 1121
Applicant (See also: Inventor _Pro se applicant).....
605
Abandonment notification.............ccc.c.o..... 711.04(c)
Administrator or eXecutor.........cccceeeeernnes 409.01(b)
Age, special status......ccccceeeviiiirieiiiiiieee s 708.02

Citizenship..... 601, 601.05(b), 602.08(a),
602.08(b) 608.01
Common, at least one..... 211.01, 706.02(f)(2),
706.02(k) to 706.02(1)(3)
Comments on statement of reasons for allowance...
1302.14

DiSCOUIESY ...uvvieeiiiiiieee e 714.19, 714.25
Health, special status........ccccoocvieeeiiiiiiienennne 708.02
[ L= PR 409.01(a), 409.01(b)
International application........... 1806, 1820, 1821
JOINt i 201.02, 2137.01, 2151

Mailing address..... 601.01, 601.01(a), 601.03(a).
601.03(b), 601.05(a). 601.05(b). 602.01(b).

Primary examiner’s attention............ccccccceevuee. 1004 602.01(c)(1). 602.08(b) 603, 604
Procedure after Board decision..... 1214, 1214.01 Micro Entity Status........ccccceevevvieeiesieereseeinens 509.04
1214.03t0. 1214.07 Name change.........ccoooveveeennn. 602.01(c), 605.01
Protestor participation..........cccccocviviinienene _1901.07 Other than inventor ... 409.01(b). 409.03(b)
Publication of Board decision.................... 1213.03 Post Office address.........oceeeevrvreveererienenes 602.08(a)
Real party in interest.................. 1205.02, 1207.02 POWET t0 INSPECT......oveveeeeeeeeeeeeeereean, 104, 106
Record on appeal......ccccccoeeviiviiiee e, 1204.04 Reply (See also: Amendment Reply )
Rehearing by Board..................... 1214.01, 1214.03 ReqQUIreMEeNtS.....c.cocevvveeeiereeee e, 2137.01, 2151
Reexamination, ex parte ...................... 2273 Self prosecuted application........ 707.07(j)), 713.01
Reexamination, inter partes ............ 267410 2680 SIGNALUNE. .. 602.08(b)

Small entity status.......cccceeeeiiiiierieiiiiiiee e, 509.02
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Applicant — Application

Sec. No.
SOl ittt 201.02
Application
Abandoned (See also: _Abandoned application )
Abstract of the disclosure...........ccocuee.. 608.01(b)
Acceptance of 37 CFR 1.47..... 409.03(h), _409.03(j)
Acknowledgment..........cccccvveeeiiiiinnenn. 502.05, 503
Address MisSSiNg.....ccoccviviiereniie e 403
Allowable except as to form............ 706, _710.02(b)
Allowed
Definition....c.ocoeeiiie e
File wrapper data
Rejection......ccccvvviiiiiieciieeee 706.05, 1308.01
Amended definition.......ccccooeiiiiiiiiee s 203.03
Arrangement.......cccccceveieeeieee, 601, 608.01(a)
Design application....... 1503, 1503.01, 1503.02
Assigned (See also: _Assignee _Assignment )
ACCESS i 106
Allowance
(Non-Applicant.......cccoceiiieeniiiiee e 307
Applicant.......cooiiiii e 308
Conflicting subject matter............. 822, 2304.05
Inventor deceased..... 409, 409.01(a), 409.01(b)
Assignment for examination
Office of Patent Application Processing)...... 504
Assignment to examiner for examination.....
903.08(b)
Assignment to Technology Center for examination..
504, 903.08 903.08(e)
Background of the invention.................... 608.01(c)
Best mode........cccovevvevevrennanene, 608.01(h), _706.03(c)
Brief description of the drawings.............. 608.01(f)
Brief summary of the invention................ 608.01(d)
British English spellings........cccccooviivieeinnnnn. 608.01
Certified COPY...ccuveieeiiiiiieee e 608.01
Claim omitted................ 601.01(a), 601.01(e), 702
Claim terminology......cccccvveeeeiiiciienee e, 608.01(0)
Claims................ 608.01(i) to _608.01(n), _706.03(k)
Clarity and completeness, examiner’s action.....
707.07
Classification in Technology Center........ 903.08(b)
Common ownership..... 324, 325, 706.02(f)(2),
706.02(k), _706.02(1) to _706.02(1)(3), _709.01, 822
Completeness..... 201.06(c), 506, 601.01 to
608.01(p)
Conflicting, same applicant....... 709.01, 804, 822
CONTENT...eeiiiieee e 600
Continuation (See also: Continuation)....... 201.07
Continuation-in-part (Seealso: Continuation-in-part
)PP OU PP PPPP 201.08
Design 1504.20
Continued prosecution (CPA) (See also: Continued
prosecution application (CPA) )

Index-9

Sec. No.

[DICT o [ o PO 201.06(d), 1502.01
Continuity between applications.............. 211.01(b)
Control of access.....cooeeevvvveveiiivnnnnns 101, 103, 106
COopPENAENCY ....ueevieiiiiiiieee e 211.01(b)
Copending, DeSign......ccccovveeiriieniieeniieeens 1504.20
Correction of inventorship........cccccevnee.. 602.01(c)

Cross-noting

Data of parent application in file wrapper or PALM
bib-data sheet or PALM database.. 202, 1302.09

Data of related application, updating.... 211.02(a)
Foreign application, file wrapper/history

NOTALION......eeiiiee e 202

Foreign application, oath................. 202, 214.03
Description of the related art.................... 608.01(c)
Design (See also: Design _application )
Detailed description.........cccceevvveeeniieennnne. 608.01(g)
DiStribUtioN.......ccceeviiicce 508
Divisional (See also: Divisional application).....
201.06

DESION . ceiiiiiiiiiiee e 1504.20
DrawingS....ccccoeveeeveeeeeeeneeans 601.01(f), 608.02, 702

MissSing fiQUreS.......oocueeereeiiieeee e 601.01(g)
Effective filing date..... 706.02, 706.02(a), 2152.01
Electronic submission of (EFS-Web)..... 502.05
2422.03(a)
English language........cccoeeieiiiiiiniiiieeeee 608.01
EXamination..........cccoveeeeiiiiiiiiieeeeee e, 700
EXamplesS.....oooiiiiiiiieee e 707.07(1)
Facsimile transmisSion.........ccccceeeiiiiiieeenene 608.01
Fee, filing (See also: Fee)...cccccvvvuiievieiiicininnnnnn. 607
Field of the invention.........c.ccccoeviiiennnnne. 608.01(c)
File wrapper continuing (FWC)................. 201.06(b)
Filing date.......cc.cceveveenenne 211.02, 503, 505, 511

EFS-WeD ..o 502.05
Filing receipt (See also: Postcard, self-addressed
)T PP P TP VPP OPR TR 503

601.01(a), 702
707.02, 708.01

FONT. e 608.01
Foreign (See also: Foreign application )..... 210to
217
FOIM .. 600
Government-owned
SPECIAL...eiiiiiie 708.01
Incomplete..... 203.06, 506, 601.01(d), 601.01(e),
601.01(f), 601.01(g)
Definition ... 203.06, 506
Informal.........ooovvviieiiiiie e 506, 702.01
Definition 506
Primary examiner’s attention required........ 1004
SPECIAL...eiiiiiii 708.01
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Application — Art unit number on papers

Sec. No
INSPECLION......iiiiiiei e 103
International (See also: _International application )
International Convention (35 U.S.C. 119)........... 213
Invalid oath.........cccoviiiiiiiiee 602.03
Issue fee not paid (abandoned)................ 711.03(c)

Issue simultaneously with another application.....
1306.02

JUIISAICION ..ot 1305
Mode of operation.........cccoecciiieieeiiiiieneenn. 608.01(h)
National application..........ccccevvviiiiieiniieeinieeee 201
National stage application...........ccccoeeeviiernnee. 201
New, definition.......ooeeiiiiiei e, 203.01

Nonprovisional..... 506, 601, 601.01, 601.01(a),
601.01(c)

NUMDEr ... 502, 503, 506
Status of application using.................. 101, 102

Omitted items..... 217, 601.01(d), 601.01(f).

601.01
Ordered examination.............cccceeeeennnnns 708, 708.01

Overlapping
Common ownership..... 706.02(f)(2), 706.02(k),
706.02(1) to _706.02(1)(3), 709.01, 715.01(b).
804.03 822
Same applicant........ccccceeeens 709.01, 804, 822
Subject to joint research agreement.....
706.02(1)(1) to _706.02(1)(3), 804, 804.02, 804.03,

N

2136.01, 2141.01, 2146, 2156
Pages mMisSSing......ccccoveveiniieeiniiinniec e 601.01(d)
Parent.......cccoiiiiiii 904
Parts. ... 600
Pending five years........ccococeviieciiie e 707.02
Plant (See also: Plant patent )............cccveeeee.. _1600
Prior art............ 2121 to 2129, 2152, 2154, 2158
Prior art effect of international publication.....
706.02(a)(1), _706.02(a)(2), 2136.03, 2154.01(a)
Priority

Foreign application..... 213, 214, 214.01,

706.02, 706.02(b)(1). 706.02(b)(2), 1402,

1504.02 1504.10

ProteSt.eee e 1901

Sec. No.
Reissue (See also: Reissue application )..... 1401
to 1470
Rejected definition.........ccocceeeiiiiiinine. 203.02
Relating to atomic energy............... 115, 150, 151
REVIEW ...ttt 506
Right t0 iNSPECT....coiiiiiiiii e 103
Right of priority, foreign application.................. 213
RUIE 1.60......cciiiiiiiiiieie e 201.06(a)
RUIE 1.62.....ciiiiiiiieiieritee e 201.06(b)
Secrecy Order.....cccccevvvcieeeeesiciinenennn 120, 121, 130
Serial NUMDBEr ..o, 502, 503
Size fee..... 502.05, 506, 509, 607, 1415,

1893.01(c)

calculations for EFS-Web submissions... 502.05,

2422.03(a)
Special (See also: Special application )..... 707.02,

708 to 708.03
LiST et 708.01
Priority in patent printing.......cccccoceevevvennnen. 1308

SEALUS ..o 102, 203, 1730
INQUITTES .ot 203.08

Substitute
Does not carry ownership from parent......... 306
File wrapper/history notation..............ccccee..... 202

Table submitted on compact disc or via EFS-Web
as ASCll text file.... 608.05(b), 2422.03, 2422.03(a)

Terminology, Claim........cccccoviieiiiiiiiieece, 608.01(0)
Title of INVENtioN......cccvviiiieieeeeieeee e, 606

Title of invention, change..... 606.01, 1302.01,
1302.04

Transfer procedure........ccooveeeeviiiieeeeesiinnns 903.08(d)
Types (See also: Patent ).......cccccoeviiieieeiiiinenen. 201
Utility (See also: Patent )......ccccccevvviieeneeniinnnnn. 201

Application Data Sheet (ADS)..... 211.02, 601,
601.01(a), 601.01(b), 601.03(a), 601.03(b), 601.05,
602.01, 605.01, 606, 608.01, 608.01(a),
706.02(b)(1), 706.02(b)(2). 1130, 2214, 2266, 2666

Supplemental ADS.........cccoiiiiiiiiieeee 601.05

Application Division (See also: Office of Initial Patent
Examination (Office of Patent Application Processing)

Provisional (See also: Provisional application).....

)

201.04, 601, 601.01, 601.01(b), 601.01(c), 602, Application publication..........ccccceeeviievieniinenn 901.03
702, _706.02 Citation Of...eceeeiececcee s 707.05(e
PUblic iNSPECtioN....ccceevieeiecie e 103 Disqualifying as prior art, commonly owned.....
Publication (See also: Pre-Grant Publication 717.02to 717.02(c), 718, _2154.02(c), 2156
(PG-Pub) ) Prior art effect..... 706.02(a), 901.03, 2136,
Publication of abstract................ 711.06, 711.06(a) 2136.03, 2152.02(b), 2154.01
Receipt and handling.......cccccoocieiiiniiiiiieneee, 500 Arbitration awards NOtICe.........occuveeeeiiiiiiieieenis 311
ReCONSIIUCTION ..ot 508.04 Argument for allowability lacking in amendment.....

Recording and tracking in Technology Center.....

714.04

1704 Arrangement of application............... 601, 608.01(a)
Reference Filing......cccccoviiiiiiiiis 601.01(a) Arrangement of art in Technology Centers..... 901.07
Art unit nUMbEr 0N PaPEerS.....ccccvvceeeriiee e 502
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Artifacts in IFW application — Assignment

Sec. No. Sec. No.
Artifacts in IFW application...............ccoceene. 608.02 Showing sufficient propietary interest......... 409.05
Asexual plants (See also: Plant patent )........... 1600 SMall ENLILY....cvieeveieieieieice e 509.02
Assigned application  ASSIGNMENT.........ooieeeeeeeeeeeeeee e 300
Allowance ACCESS ..o 301.01, 1730
Non-AppIicant .................................................. 307 Allowance of app|ication ___________________________ %%
Applicant .......................................................... 308 Assignment identification requirements ...... 302.03
Conflicting SUbjeCt matter............... 70603“(), 822 Automated Patent and Trademark Assignment
Inventor deceased..........cccoeveveveiiieeenineene 409.01(b) )V (] 1 1T 502.01
Nonprovisional application claiming benefit of Change of Nname......ooooiiiini e, 314
provisional application ................................... 306.01 Conﬂicting statements of Ownership under 37 CFR
Provisional application.........cccccccovveeenineennnn 302.03 B 73(D) e 324, 325
Title FEPOIT i 320 Continuing application.................... 306, 324, 325
Assignee (See also: Assigned application COPY e 301.01, 302.01
Assignment ) Corrections in recorded assignment..... 307, 323,
Access to an application............ 104, 106, 301.01 323.01, 323.01(b), 323.01(c), 323.01(d)
AdAreSS..cviiiiiiici e 302.05 Cover SNEEL....ccciiiiiiiie e
Affidavits under 37 CFR 1.130..... 717.01 to Corrections.....
717.01(f) 2155 323.01(c)
Affidavits under 37 CFR 1.131.........ccccvvenneee. 715.04 Date of recording.......ccccovveveiiiieeiiiienniee e
Can appoint new power of attorney.............. 402.07 Effect of recording
Certificate of correction........... 307, 1480to 1485 Electronic submission of (EPAS)... 302.10, 502.01,

Change of inventorship, consent..... 602.01(c),
1412.04

Common..... 706.02(f)(2), 706.02(k), 706.02(1) to
706.02(1)(3). 709.01, 822

Consent in reissue..... 1410.01, 1410.02, 1412.04,
1443 1451

Double patenting, same assignee... 706.02(k), 804
822

Duty of disclosure.......ccocceeeeviiiieecciiciiene, 2001.01
Employees, property interest in patent.. 309, 1702

Entire interest, control..... 106, 301, 324, 325,
402, 402.02, 402.05 402.07

Establishing right to take action in applications.....

324, 325
FOreign...ccccveeeee e 302.04
Interfering applications, same assignee...... 709.01

Intervention..... 106, 324, 325, 409.01(a),
409.01(b)

502.05
Employees, property interest in patent............. 309
Expungement of assignment records..... 323

323.01(d)
Facsimile submission.......... 302.09, 502.01, 1730

Foreign language translation.........c..............
INdexing......cccocvveeeeesviiienennn.

International application
LICENSES..iiii i
Mailing address...........ccuue.....
MEIQErS. ..o e
Multiple asSigNees.......cccccvvveeiviieeiiieeee

Nonprovisional claiming benefit of provisional.....
306.01

Not endorsed on pending applications............. 303
One of several overlapping applications..... 709.01,

715.01(b)

Micro entity StatUS........ccceeveveevereeeeeeeceeeeenae. 509.04 D R 306
) ) - Part interest..... 106.01, 301.01, 706.02(1)(2),
Multiple ASSIgNEEeS......cccovevvvieiieeeiieeee 324, 325 717.02(a)
o Obligated assignee or person who otherwise PALENt........eeeeeeeeeeee e 301. 301.01. 302.03
shows sufficient proprietary interest .......... 409.05 Patent and trademark assignment system.. 302,09
Part interest.......cccoiei e 106.01 302.10
Patent issues to Pending applications..... 301.01, 302.07, 303,
NON-APPliCaNt.....cceeeiieeei e 307 706.02(1)(2) 706.02(1)(3) 717.02(a)
Applicant..........ooii 308 PIUFAl IEEMS....vvieeeeeeeeeeeeeeeeeeeeeeeee e 301.01
Permitted to take action under 37 CFR 3.73(b)..... Printing on patent.......c.cocoveeeeeeeeeveveeene. 307, 1309
324, 325 PrOOf Of e 706.02(1)(2).. 717.02(a)
POWer t0 INSPECT....ccveiiiiiieiie e 104 Provisional application................... 302.03. 306.01
Printed on PG-Pub........cccooiiiiiiie, 1121 RecOrding.......ooovvveeen... 301, 302, 313, 314, 315
Revocation of power of attorney..... 324, 325. Recording fee......cccueeiiiiiiee e 302.06
402.05 402.07
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Assignment — Avoiding double patenting rejection

Sec. No.
Records not kept in application file......... 303, 320
Search facilitieS.......oooeeeiiiiie e 1730
Security interests......ccccccvvviieeeeeiiinennn. 302.07, 313
Title repPOrtS..cuve e 303, 320
Transfer of rights from/to small entity.......... 509.02
TranSlation.......ccovveeeeiiee e 302.02

Assignment Division.. 320, 602.08(b)), 1121, 1730
Administrator and executor authority checked.....

409.01(b)

Certified Abstract of Title......ccoooeeviiiiiiiiiiiiiiiinnnn. 320
Contact information........c.cccevieriviennciee e, 1730
Information available from PALM....................... 320
Mailing address.......ccceeeviiieeee e 501
Title FEPOIT i 320
Assignment of application for examination......... 504
Assignment of reexamination to examiner
EX parte ...cccooveveinieieiieeeieee 2236, 2285, 2822
Inter partes .........coooeeiiiininnns 2636, 2648, 2655

Assignment to examiner for examination... 903.08(b)

Assistant Commissioner for Patents (See also:
Commissioner for Patents )

Assistant Commissioner for Trademarks (See also:

Commissioner for Trademarks )
Assistant examiner (See also: Examiner )
Associate attorney.......ccccccevvviieieececciieee e, 402.02

Atomic Energy Act of 1954..... 120, 706.03(a),
706.03(b)

Atomic energy application..........coccevcvviniieeiineen. 150

Attorney or agent
Appointment by assignee of entire interest...... 106
ASSOCIALE....eiiiiiieriiee e

Sec. No

Notarizing oath.........cccoooiiiiiiiii e 602

Office cannot aid in selection of........................ 401

Petition to reinstate........ccccovvvvieiinenne 1002.02(m)

Post Office address.........cccevvieeeviieeniieeeen. 601.02
Power of (See also: Power of attorney )..... 402,

406, 407 2501

In ex parte reexamination................ 2213, 2222

In inter partes reexamination.......... 2613, 2622

In supplemental examination....................... 2804

Proof of authority in inter partes reexamination.....
2613

Reexamination, eX parte .........c.ccccvveeenveeenne 2213
Reexamination, inter partes ................ 2622, 2623
Registered.....ccccovvveiieeiiciiieee e 401, 402
Request for limited recognition 1002.02(m)
Roster of attorneys and agents......... 601.03, 1730
11113 (o] o P 401
SIgNAture Of ..o 402
SUDSHTULE....uiiiiiiiiieieieeeeee s 406

Suspended or excluded..... 105, 407, 714.01(a),
714.19

Communication with..............cooeeeveviiiiinnninnn, 105
INSpection DY ... 105
INEEIVIEW...cvvveiieieeeeeeeeeecee e 105, 713.05

~
[
oy
o
=

Telephone number on letters........cccccoeeenne
Telephoned by examiner..... 408, 713.01, 1302.14
UNregistered........ccovvvee i 402
Washington, D.C. area representative............... 408
Withdrawal..... 402.06, 1002.02(s), 1808, 2804.01

Withdrawal after patent granted..... 2223, 2560,
2623

Compliance with duty of disclosure................ 2004
Continuing application...........ccccceeiiveeeenn.

Change of correspondence address
Correspondence with.... 403, 403.01(a), 403.01(b)

Australian Patent Office (IP Australia)..... 1840

1840.03 1860 1865
Authentication of oath...........ccccovvvviieen, 602.04
Authentication of e-mail sender..........ccccc........ 502.03

DAL ..o 406  Authorin program (See also: Sequence rules).....

DiSCOUMESY ..ciiiiiiiiiiieiieee e 714.25 2430

Duty of disclosure 2001.01. 2002.01 Authority of administrator or executor....... 409.01(b)

Duty to inform patent owner of inter partes Authority of Director, Delegation of............... 1001.01

FEEXAMINALION.......vveeeeeeeeeeeee e, 2622  Authority of Director, Statutory............c.cccocee.e. 1001

Excluded from practice........cococoevevevevevevenennennn., 105  Authority to inspect pending application............. 103

INSPECHION ..o, 104  Authorization

Interfering applications...........ccocovveveeeecenn. 402.08 Credit card payments............c.ccccooiiiiiinnn, 509

International app”cation ..... 402.09, 1807, 1808, DepOSit ACCOUNTS...cciviiiiiiiieieeeens 50901, 1730

1820 Internet electronic mail (e-mail).................... 502.03

Interview........ 405, 408, 713to 713.10, 1302.14 Power of attorney......cccccceeviiiieeeeiiiieice e 402

Limited recognition..........ccccceeeeennes AUthOrship.....cieiiiiiee 715.01(c), 716.10

More than one for same applicant................ Automated Patent and Trademark Assignment

NaMe 0N PALENL.......vieeeeeeeeeeeeeeeeeeeeeeeeeeeeeees SYSteM .o 502.01, 502.05

Name on reexamination certificate AVOiding double patenting rejeCtion ..... 706.02(k

Not of record.......ccceeeeeiiieiieiiee e 804.02 -1490. 2129
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Background of the invention — Central Facsimile Number

Sec. No.
B
Background of the invention (See also: _Specification
)T T SO PRSP OPR PR 608.01(c)
7= o1 (< 4 = VN 1601
Bar, Statutory (See also: Statutory bar )
Base claim canceled...........ccccccevvieeiiniennne 608.01(n)
Base claim rejected..........cccoceeviiiiiniiiennnenn. 608.01(n)
Benefit of domestic priority (See also: Cross-noting )...
211.01(a), 211.01(b)
Adding benefit claim after filing................. 211.02(a)
Correcting benefit claim after filing............ 211.02(a)
Correcting benefit claim after patenting............ 1405
Deleting benefit claim after filing............... 211.01(a)
Benefit of foreign priority (See also: _Foreign application
)ttt et bt 213.01

Correcting benefit claim after patenting..... 1402
1417

Benelux Designs Convention (See also: Treaties ).....

213.01 1504.10
Best mode..........cce..... 608.01(h), 2165to 2165.04
Affidavit or declaration............cccccovvveeininenns 715.10
Compared to enablement.............cccoccueeenen. 2165.02
COMPULEN CASES....cceeeiireiieeeiiirieee e 2161.01
Considerations relevant to............ccccocveeenee 2165.01
Evidence of concealment................ 2165, 2165.04
Form paragraphs used to reject................ 706.03(c)
Requirements for rejection for lack of.......... 2165.03
Bibliographic Information.............cccccooceeennns 601.05
Biological material.............. 2164.06(a), 2402, 2403

Biotechnology (See also: Nucleotide sequences).....
2400

Deposit of biological material ... 2403
Deposit rules..........cooeiiiiiiieeei e 2402
DeposSit terM.....cccuvveiieeiiieee e 2408
Enablement..........ccccecvviiveneeennnn. 2164.06(a), 2402
Examination of applications............. 2411, 2411.01
Patent In computer program.............ccccceevvvnnnns 2430

Process claims under pre-AlA 35 U.S.C. 103(b).....

706.02(n)
SAMPIES...coiiiieiee e 2410

Sequence rules (See also: _Sequence rules ).. 2420,
2421

Written description...........ccveeeeeeiniiieneennn. 2163, 2402
Blue slip (See also: _Form letters and forms: Issue
Classification (Blue slip) PTO-270 )

Board of Patent Appeals and Interferences (See also:

Patent Trial and Appeal Board (PTAB) )
BOOKS in lbrary.......cccooveiiiiiiiiiiiieee s 901.06(a)
Borrowed publications............... 901.06(a). 901.06(b)

Index-13

Sec. No.

Box, Mail (See also: _Correspondence _Mail Stop )
Breadth, Undue (See also: _Undue breadth rejection )

Brief, filed on appeal..........ccccccoiiiiiiiieee 1205
EX parte reexamination............cccceeeeeeiiivennenn. 2274
Inter partes reexamination....... 2662, 2665, 2675

DefeCtive.......oovieiieieiiiieeee e 2675, 2675.02

Brief description of the drawings (See also: Specification

)b _608.01(f)

Brief summary of invention.......... 608.01(d), 1302.01

British English spelling..........ccccccooviiiiiniineen. 608.01

British specification, provisional........................ 214.03

Broadening claims in reissue...........ccccoeeveens 1412.03

Browser executable code in specification..... 608.01

608.01(p)

Budapest Treaty (See also: Microorganisms _Treaties
)... 901.05(b), 2402, 2404.01, 2405, 2408, 2409,
2410.01 2410.02 2411.01

DEPOSItONIES. ..covveeeiiie it 2405
Bulletin, Classification (See also: Classification Orders

)
Burden of proof..... 2107.02, 2112, 2112.01, 2113,

2163.04 2164.04
Business hours of USPTO...........ccccevviiiienienineens 510
Cc
CAFC (See also: Court of Appeals for the Federal Circuit
(CAFC) )

Canceled matter, before papers executed.... 602.08(b)

Canceled matter, cannot be recaptured in reissue.....
1412.02

Canceled matter, Restoring...........cccccceeeeuee 608.01(s)
Canceled matter in patented file............cc.coee.. 901.01
Canceling claim after issue..........cccccccevvvvenennn. 714.16
Canceling claims not appealed....................... 1214.05
Canceling drawing...........ccccovveeeiiieennieeenne. 608.02(t)
Cancellation of drawing figures.................... 608.02(t)
Candor, Duty of (See also: Duty of candor and good

faith ). 2001, 2001.03
Carbon copy, application papers.............cc....... 608.01
Carbon copy of amendment..............cc.cccouneee. 714.07
Card catalog in library.........cccccoeviiieienniins 901.06(a)
Caricatures, Offensive............ccc....... 608, 1504.01(e)
Catalog and circulars...........c.ccoccvveveeeeennnn. 901.06(a)
Central Facsimile Number...................... 502, 502.01
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Central Reexamination Unit (CRU) — Citation of prior art
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Inter partes reexamination... 2624, 2666, 2666.05

Index-14

Sec. No. Sec. No.
Central Reexamination Unit (CRU) (See also: Office of International application..... 1805, 1834, 1865,
Patent Legal Administration (OPLA))..... 103, 1893.01(a)(1)
1002.02(c)(4), 2212.01, 2224, 2227, 2229, 2231, Maintenance fee.......coovvvveveeiiiiiieieeeee, 2510
ggig 22225385(23 %_22%72 ;222 225':;? 22227%2 2351115020 Overcoming abandonment..... 711.03(c), 711.04(c)
2274. 2281, 2283to 2287. 2289. 2294. 2295 Period for reply.......ocveveeiiciiiiecneeene 714.17
2624, 2634to 2636, 2646, 2647, 2647.01, 2648, Certificate of service
2660, 2662, 2664, 2666.06, 2667, 2670, 2671, Ex parte reexamination............c..ccceoeeveerverennns 2220
2671.01, 2671.02, 2671.03, 2674t0 2679, 2682, Inter partes reexamination............c..cccoe..... 2666.06
2686.01. 2686.03, 2686.04, 2687. 2687.01. 2689, Supplemental examination..... 2816.03, 2817,
2694 2812 2817.01
Certificate effect of Signature................. 402.03. 410 Certification DiVISION..........coocveeiiieeiriie e 103
Certificate, Ex parte Reexamination................... 2288 . .
Certified copies
Format """"""""" 2290 Abstract of Title.........ccoeviriiiriiee e 320
Certificate, Inter partes Reexamination.. 2688, 2690, Appeal to federal circuit.............cccvveeerenneee. 1216.01
%tribution ........................................................ 2692 App_)lic_e_ltior.’n AS filed.oversss e 60801, 1730
Format.......... 12690 Civil _Iltlgatlon.........:...................._ ........................ 1216
Reissue patent as.........cccceevveeerveeennnen. 2688, 2694 Facs!m!le submission not permitted............. 502.02
Certificate of correction........................ 1480 to 1485 Facs.lmlle reque§ts OF s -1730
Applicant’s mistake..........ccccceevvciiieeeeiiiiiieeeee 1481 Eg(r)(zl.glnoappllcatlon... 152332:%3’:01215’ 502'02’2 1%3_1076
ASSIGNEE'S NAME......cossvvesvvevv 307, 148101 VL= 1730
; ) 4Q100_2'0_2 I Orders for......oooeeeiiie e 1730
Copy required n reexamination Patent COPIES.......cueiiiei e 1730
Ex pfarte """""""""""""""""""""""""""""""" 2214 Patent related file wrappers........cccccvvveeeviinnnnn. 1730
Date of .|ssu.an_ce ............................................... 1485 PCT application.... 1801, 1828. 1893.03(c).
Domestic priority..... 211.01(a), 211.01(b), 1003, 1895.01 1896
1481 ) o Photocopies not permitted.............ccccceeeennns 502.02
Electrgnlc publlcatlon ........................................ 1485 T — 103, 104
Expedited issuance............ccooceeeeiiiiieneenn. _1480.01 Reexamination file
FOT@IGN PrIOMTY..ovvvss v 216.01, 1481 EX PArte ..ooooeiiieeeee e 2232
Form PTO-1050.................. 1480, 1480.01, 1485 INEEE PAMES ... 2632
Form _PTO/SB/44 """"""""" 1480. .1480.01, 1485 Change from small entity status (See also: _Small entity
Handling of request for............civiiinininns 1485 SEALUS )uvvvieiiiiee ittt 509.03
International application priority................... 1481.03 Change of correspondence address..... 601.03
INVentorship........cccceeeiviiieeeenniien, 1412.04, 1481 711.03(c)
Matters requiring TC Director’s attention.......... 1003 Characteristic feature in design applications.. 1503.01,
Office’s mistake.........cccocevveeveeienennnn, 1480, 1480.01 1504.01(a)
Official Gazette listing...........cceevverenenns 1480, 1485 Chemical compound...........ccccceeeeeiiiineneenn. 608.01(b)
Patent in litigation..........cccoccvveiiieeeiiec e, 1003 Chemical practice
Patent involved in interference................ 1002.02(q) Enablement.......ccccvveveieiiei, 2164.06(b)
Petition of refusal to issue...................... 1002.02(c) Generic chemical formula........... 2131.02, 2144.08
Reissue application.............c..c.e..... 1411.01, 1443 Markush..........ccocevveeeeeiinns 2173.05(h), 2173.05(0)
Report by examiner.........ccccccveeviiienie e, 1485 Chief Administrative Patent Judge.............. 1002.02(f)
Third party standing.........cccoccvevveevieeriieeneeiiens 1480 Circulars (See also: _Publication )...........ccccceveviervenineens
Certificate of mailing or transmission (37 CFR 1.8)..... Citation of prior art
502.01 511 512, 513 A.P.C. publications............c.ccovevveeeeereinnnnn. 901.06(c)
Ex parte reexamination............ 2224, 2265, 2266 Abbreviatures.............ccccevvennnns 711.06, 711.06(a)
Information disclosure statement........................ 609 ADSLraCt....eins 706.02, 711.06, 711.06(a)

Allowance, Listing at........cccccceevviiiieieeennnnnenn. 1302.12
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Citation of prior art — Claim

Sec. No. Sec. No.

Applicant’s............. 707.05(b), _707.05(d), 1302.12 Added in excess of number of claims previously paid

Complete data............ 707.05(e) FOF et 714.10

Copies furnished 707.05(a) After prosecution closed................. 714.16, 714.19

(©70]1 (=01 110 ] o P RPRR 707.05(q) After prosecution closed, near end of time period.....

Correction, period for reply........ccccceviiveneenn. 710.06 114.20

CrOSS rEferenCesS. .....cvvoveveeeeeeeeeeeeeeen, 707.05(e) Aggregation 2173.05(k)

DALA USE. ... 707.05(e) Al GUIOWE. ... 710.02(b)

Decisions, orders, notices, memoranda......... 707.06 All canceled.........ccooeeeviiiiiiiiiiiiieee e, 711.01

Defensive publications................ 711.06, 711.06(a) Allowable except as to form..... 706, 707.07(a).

Electronic Resources........cccccccveviveeennennne 707.05(e) 107.07() .

S Allowed, Rejection of............c......... 706.04, 706.05

EXaminer's anSWer........cccccoeeeeeeeiiiiiiieecciiees 1207 )

Foreign Ianguage docUMentS..................... 706.02 AIIowed., Withdrawn appeal............. s : 1215.02

. Alternative phrase (See also: Indefinite claim).....

Foreign patent data................ 707.05(e). 901.05(a) 2173.01 2173.05(h)

Foreign printed applications..................... 901.05(b) Amendment of (See also: Amendment)........... 714

Form PTO-892 reproduced 707.05(a) ANGIYSIS...vvvvoeees oo 904.01

INCOITECT.....eevveiiecie s 707.05(g), _710.06 Antecedent basis (See also: Indefinite claim )....

Literature, in specification.......................... 608.01(p) 2173.05(e)

Mailing copy to patent Owner................ 2206, 2208 Basis in description..............c........ 608.01(0), 2171

MeMOranduM........ccccvvvvvvirieieieieeeee e eeeeeee e 707.06 Basis in diSClOSUre. ..o 608, 2163.03

[N [0] 1o YN 707.06 Breadth. ..o 2163.05, 2164.08, 2173.04

Order of liSting........c.ccoveiviiiiiiiii, 707.05(c) Broadening in reissue application..... 1412.02

OFErS....iiiieeiiie s 707.06 1412.03

Patents series, U.S. (See also: Patent)........ 901.04 Dependent claim..........ccccceeveeiiieneennnn, 1412.03

Periodical.........cccocvviiiiiiininnnins 707.05(e), 901.06 Cancellation by examiner after appeal........ 1214.05

Prior art effect of international application..... Cancellation results in change of inventorship.....

706.02(a)(1), 706.02(a)(2), 2136.03, 2154.01(a) 602.01(c)

Prior art in application.............. 707.05(b), 1302.12 Change after Board statement of allowability.....

Prior art in patent...........ccccceevvevveeeennns 1920, 2200 1213.01

Confidentiality............cccococeveveveverennnn. 2202, 2203 Combination, old............cccccociviviiiniiinnne, 2173.05(j)
content....oeeeie 2205 Combination and subcombination............. 806.05(a)
Court decision 2207 Combination Sets..........cccceviiviiiiiiiiieeeeee e, 905.03
HANAING. .o, 2206 Comprising.........cccoevviieeiienns 2111.03, 2173.05(h)
Parties Who may Cite...........ccocceeveerveeeneneanns 2203 Considered in deciding reexamination request.....
Service on patent OWNer.........cccceevvveeeeeeenns 2208 2243, 2643
Time for filiNg.......covveeeeeeeeeeee e 2204 Consisting essentially of................c.cooooe.ve. 2111.03
PUDlICALIONS........cvveveeeeeeeeeeeee e, 707.05(e) Consisting Of...........coiivviniens 2111.08, 2173.05(h)
REFEIENCES. .....coeoveereeeeeeeeeeeeeeeee e, 707.05 Construed in light of specification... 608.01(0), 804,
Allowance in first action 1302 12 2106, 2111.01, 2111.03, 2129, 2145, 2164.08,
. — 2173.05(a), 2181 2184
From applicant..................... 1302.12 . . .

- ) ) Copied from patent (See also: Claim presented
Citizenship of applicant...........ccccocvveviieeinieees 601.05 corresponding to claim of patent )
Civil action under 35 U.S.C. 145..... 1214.07. 1216, Correspondence with disclosure. 1302.01, 2173.03
M Defined by specification, term.................... 2111.01
CM_' action under 35 U.S.C. 146.............. e 1216 Dependent........coocuveieeeeeiiiieie e 608.01(n)
Claim....ccccooovevicieeiiennn e 608.01(i), _608.01(k) Dependent, objected to when improper.... 608.01(n)

“Adapted for” clauses in 2106, 2111.04 706.01

“Adapted to” clauses in.................... 2106, 2111.04 Dependent on canceled or rejected claim.....

Added by amendment..............cccceeeeennnnn 608.01(0) 608.01(n), 706.01, 707.07()), 1214.06

Results in change of inventorship.............. 602.09 Design application.............c.cccoeu.... 1503, 1503.01
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Claim — Claim

Sec. No.
Differing only by functional statement..... 2114,
2173.05(qg)
Diminishing SCOPe........ccccevveeiiiiiiieeeis 2173.05(h)
Disclaimer........ccccevvevieecveennn. 706.03(u), 710.02(d)
Double inclusion..........cccoeeveeeriiee i 2173.05(0)
Duplicate.......cccooeevveireerenenns 706.03(k), _2173.05(0)
Each mentioned in letter.............ccccceveeeenne 707.07(i)
EQUIVAIENCE......cooieiieiieeee e 2183
Excess added by preliminary amendment over number
of claims previously paid for............cccccceeinee 714.10
Excess over fee after notice of allowance.. 714.16(c)
Fees, dependent.........ccccceevvviiiieneiiineenns 608.01(n)
File wrapper notation.............cccccceeviiieeneenne 1302.09
Foreign priority (See also: _Foreign application ).....
210 to 217
FOIM..e e 608.01(m)
Function of machine...........c.ccoocooeiiiis 2173.05(v)
Functional.............ocooveeiiiiiinnnn. 2114, 2173.05(q)
Generic (See also: _Generic claim)..... 806.04(d),
2173.05(h)
lllustrated by drawing........... 608.02(d), 2173.05(s)
Improvement (i.e., Jepson claim)...........cc.c...... 2129
INACCUNALE......coiiiieee e 2173.03
Incomplete 2172.01
INdefiNite......ceeeeeiiiiiiiieeeeeeeeee 706.03(d), 2173
Independent..........cccoovvevieiiiiiiiee e, 608.01(n)
INAEX. et 719.04
Informal .. 702.01
International application............ccccceecvvivieeeeeens 1824
Interpretation.. 2111, 2111.01, 2111.02, 2111.03
JEPSON...ci e 2129
Linking..... 806.04, 806.05(c), 809, 809.03,
821.04(a)
Linking, Generic............cccuveue.e. 806.04, 821.04(a)
Markush.........ccceeveeviieennns 2173.05(h), 2173.05(0)
GENETIC. et ettt 803.02
Subgenus........ccooiii 2173.05(h)
SUPPOIT...eiieiieiiiee e 608.01(p)
Means (See also: _Means )........ccccceevvvveveeenenns 2181
MISSING....ceieiiee e 601.01(e)
Multiple dependent............cccceovieeeiiirennen. 608.01(n)
MultipliCity........cceevivvennnnen. 2173.05(h), 2173.05(n)
Negative limitation...........ccccccveeiiiiinnnnnn. 2173.05(i)
New matter................ 608.04, 706.03(0), 2163.06
Reissue application............cccccoecvvieeeennns 1411.02
Nonelected invention.. 706.03(m), 821.01, 821.02,
821.04(a)
Nonelected invention, Added.................c....... 821.03
Nonstatutory................... 706.03(a), 2105to 2107
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Sec. No.

NUMDEING.....veiiieiiiieie e 608.01(j)

Objection contrasted with rejection................ 706.01

Official Gazette(O.G.).....ccceveviviieriiieiiiieene 1302.09

Omnibus claim........ccccoviiiiiiieiieeees 2173.05(r)

Ordinary and customary meaning.... 2106, 2111.01

Patentably diStinCt............ccocoeeiiiiiiniieenne 706.03(K)

Plain meaning of claim term........................ 2111.01

Plant application..........c.ccoccceeeininnnn. 1605, 1610

Present on Filing Date.........cc.cccovvveeenneenn. 608.01(I)

Priority (See also: Foreign application )..... 210to

217

Product, Functional...........ccccooovvueeiiiiieieeieieees 2114

Product by process.............ccuu..... 2113, 2173.05(p)

Prolix (See also: _Indefinite claim )......... 2173.05(m)

RanNges........ccoovevieniieiiceneen 2131.03, 2144.05

Reference numerals included..... 608.01(m)

2173.05(s)

Reissue application
NUMDErING......eeeieiiiiiiee e 1453, 1455
Original claim subject to reexamination........ 1440
Printed in Official Gazette ............c.cccecveenee. 1455
Same invention as original patent........... 1412.01
Underlining and bracketing............... 1453, 1455

Rejection.......ccccceeeviiiiieneeeiis 706, 2121to 2186

Relative terminology...........cccccceeeeiiiveeenn. 2173.05(b)

Renumbering at issue............... 608.01(j), _1302.01

Renumbering dependent.......... 608.01(n), 1302.01

Single means.........cccccevveveerinenne, 2164.08(a), 2181

Single sentence.........cccvvveeeiiiee e, 608.01(m)

Species, how recognized........ 806.04(e). 806.04(f)

Species (plural) added............cccceeeiiieeenen. 818.02(b)

Statutory requirement..........ccccoovveeeiiineenns 608.01(k)

Subgenus (Markush type).............cccu.... 2173.05(h)

Subject matter eligibility................ 706.03(a), 2106

Suggested for interference... 2304.03 to 2304.04(b)
Failure to make...........cccceeveerniinicnnnns 706.03(u)
Time liMit......oooii e 710.02(c)

Summary of invention, consistent............. 608.01(d)

Terminology basis in description..... 608.01(0),

2173.01 2173.05(a)

Unsupported.........cccceevviiieieeenns 2163.01, 2173.03

Use ClaimsS.......ccuvveeeeiieneeeeeee e 2173.05(q)

Vague (See also: Indefinite claim ).... 706.03, 2171

to 2173

Varying SCOPE......ccovuuvieeeeeiiiieee e 608.01(m)

“Whereby” clauses in............cc........ 2106, 2111.04

“Wherein” clauses in...........ccccceeveene 2106, 2111.04

With motion granted in part...........ccccoeeeneeee. 714.20



INDEX

Claim — Commercial activity as on sale

Sec. No.
Withdrawal of appealed claim by cancellation.....
1214.05 1215.03
Claim presented corresponding to claim of patent (See
also: Interference ).........cc.c....... 710.04(a), 2304.4(a)
Appeal of rejection.........ccccvvviiiiiciieceee 1200
Disclaimer rejection...........cccceovveeerveeenenen. 706.03(u)
Late amendment...........ccccoeeiiiiiiene e 714.19
Not a reply to Office action....................... 711.02(b)
Patent in different Technology Center...... 2304.01(b)
Period for reply........c.ccccceueuees 710.02(c), 710.04(a)
Prosecution closed............ccocviiiieeiiiiennnen. 714.19
REJECHION. ... eeieiiiee et 2303
TC Director’s attention............ccceevecvieeeeeenns 1003
Rejection, Failure to reply t0........ccccceveeee 706.03(u)
SPECIAL...cuiiiiiiiee e 708.01
TC Director’s attention required................c....... 1003
Time limit for reply.......ccooviiiiiiiiiees 710.02(c)
Claiming same invention..... 706.02(f)(2), _706.02(k),
706.02(]) to 706.02(1)(3). 715, 715.05
Class, SCOPE....uuiiieiaiiiieee et e e 903.02(b)
Class, tranSfer.....cccoeeeeiiiiiiieee e 903.05
Class definitions...........cccoeveiieiieeniiiicnenen 902.02
Classification (See also: Patent classification )..... 900
Application (See also: _Classification of application )
BaSIS.....ooiiiiiiii 903.02
Cooperative Patent Classification Systeam (See also:
Cooperative Patent Classification )...... 902, 905.02
Definitions
FOr CPC...iiiieteee e 905.02
For USPC.....ccccevvveeene. 902.02, 902.02(a)
DeSIgN...cco i 907, 1503.01
Examiner (See also: _ Classification examiner )
Foreign patents.........ccceeeeeeiiiiieneenieeee e 903.03
Harmonized subclasses..........ccccocvevviveinnnen. 903.06
Index to U.S. Patent Classification...................... 906
Classification, International
INAICES. ..o 902.03
INformation...........ccocevieiiiiic e 902.03(a)
International...........cceeeeiiiiiiee e 906
Issue classification form/sheet/slip..... 903.07, 907,
1302.09 1302.10 1302.13
Locarno International...........c.cccooveveiiiienieeninnens 907
ManNdatory........ccvveieeeiiiieiee e 903.07
Manual for USPC.........cccccceeiiiiiiiiieeiece e, 902.01
Patent classification Home Page on the Internet.....
902.03(a)
Nonpatent literature...........ccccceeeeviieieeennnne. 901.06
Patent, Change of.........ccccccoiiiiiiiiiiiiiee s 903.05
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Sec. No.

Patent Classification Home Page on the USPTO

INTrANEL......eeeiieiie e 902.03(b)
PrinCIples. ... 903.02
REVISION.....cociiiieie e ... 903.02(b)
Rules governing applications.................... 903.08(e)
Statutory authority..........cccccceeeiiiiieeeniieee. 903.01
Classification examiner
Decision on classification..... 903.08(d) to 903.08(e)
Patentability report..........ccocciiieiiiiinneenn. 705.01(a)
Classification of application...........c.ccccoveveiiieenns 900
Allowed application........... 903.07, 1004, 1302.10
Amendment affecting..........ccccooiinieniiis 903.08(c)
Borderling.........ccccveeieiiiiieieeeeee e 903.08(a)
By applicant.........cccceeveiiiiiin e 601
Cross-referencing........cccccoveceeeeeeeniciieneenn. 903.07(a)
DiSpUted.......ccoevveeerrerieieairanas 903.08(a), 903.08(d)
File wrapper data..........ccccoovveeeiiiieniiiesiieene 719.03
Improperly classified.............ccccooeieieenns 903.08(a)
In another Technology Center at allowance.....
903.08(a)
New application, by Office of Patent Application
Processing)......ccceeeeeeernns 903.08(a), 903.08(e)
New application, by SPE............ccccceeeenn. 903.08(b)
Post classifier.........ccccveeiiieenns 903.08(e), 903.10
Preliminary.......ccccceeivciieeee e 601
Rules governing........ccccceeeeeveeeeeniiiieeeeenn. 903.08(e)
Transfer to another Technology Center..... 903.08(a),
903.08(d)
Classifier, POSt..........cccocveniencnnnen, 903.08(e), 903.10
Clean copy of specification......... 608.01(g). 1302.02
Clearance for new law interpretation... 1003, 1207.02
Closed prosecution except for formal matters.....
707.07(j). 710.02(b) 714.14
Prosecution not closed............ccccceeenuineen. 707.07())

Closing of U.S. Patent and Trademark Office.... 213.03
510

Code of Federal Regulations (CFR) (See also: Rules

Patent (Code of Federal Regulations) )
Coinventor, Power of attorney............cccccueeeee.. 402.10
Collateral estoppel (See also: _Estoppel)....... 2012.01
Ex-parte reexamination..............cccceceeeeeernnnnn. 2259
Inter partes reexamination..............cccceeeeennee. 2659
Combination and aggregation..... 2173.05()),
2173.05(k)
Combination and subcombination..... 806.05(a),
806.05(c), 903.02(b)
Comments on tests or examples................... 707.07(1)
Commercial activity as on sale (See also: On sale).....
706.02(c), 2133.03to 2133.03(e), _2152.02(d)
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Commercial exploitation as on sale — Consular officer

Sec. No.

Commercial exploitation as on sale (See also: _On sale
) ST 706.02(c), 2133.03(e)(1), 2152.02(d)
Commercial success of invention, affidavit alleging (See
also: Affidavits, traversing rejections (37 CFR 1.132)

)ttt 716.03, _1504.03
Commissioner for Patents (See also: Office of the
Commissioner for Patents )............... 409.03, 708.01
Duty of DisCloSUre t0.........ccvveveevviiieneeennnns 2001.03
Mailing address.......cccovveeeeiiiienee e 501
Statutory basis. ..o, 1001
Commissioner initiated reexamination (See also:
Director initiated Reexamination )
Commissioner for Trademarks
Petitions decided by.........cocciiiiiiinen. 1002.02(i)
Commodity Control List (CCL).......ccccevcvveeriiviennnen. 120

Common applicants..... 715.01(a), 706.02(f)(2),
706.02(k), 706.02(I) to 706.02()(3), 709.01, 717.02

to 717.02(d), 2137
Common knowledge, use in rejections........... 2144.03

Common ownership..... 706.02(k), 706.02(]) to
706.02(1)(3), 717.02to 717.02(d), 717.02, 2137,

2146 2154.01(c) 2156
Conflicting claims..... 303, 706.02(f)(2), 706.03(k).
709.01 804, 822, 2304.05

Sec. No.
Deposit of listings............cceueeee. 608.05, 608.05(a)
Enablement..........c...coceeeueenen. 2161.01, 2164.06(c)
Patentable subject matter............ccccceeeeviivneennn. 2106
Printed in PG-Pub.........ccccccoiiiii, 1121
Undue experimentation................cccceeee... 2164.06(c)
Written description..........ccocveeivvieiniicenieennn 2161.01
Concealment..........ccceeevveeeeennnn, 608.01(h), 2138.03
Conception......... 715.07, 2138, 2138.01, 2138.04
Concordance, International and United States
Classification............cooivveiiiiieei e 906

Concurrent Office proceedings..... 2282 to 2286.01,
2820

Conduct in public information facilities................... 510
Conduct of ex parte reexamination proceedings.....
2254

Conduct of inter partes reexamination proceedings.....
2654

Confidential material.................. 121, 724to 724.05
Confidential material submission............ 121, 724.02
Confidential party of interest.................... 2202, 2203

Confidential status of application..... 101, 706.02(f)(2)
Same applicant..... 706.02, 706.02(c), _706.03(K),

Evidence required for establishing..... 706.02(1)(2),
717.02(a), 717.02(b)

Common representative for international application.....

709.01, 804, 822

Rule 1.53(d)....ceveeiiireiiiieeiiiee e 201.06(d)
Confidential submission of prior art and section 301
written statements...........ccceeeeeiiieeeeeninnne 2202, 2203
Confidentiality, pending applications...................... 100
Confidentiality of international applications........... 110
Confirmation NUMDbBEr ... 503
Conflicting applications, same assignee... 706.02(f)(2),
706.02(k), 709.01, 715.01(b), 804.03, 822
Conflicting oaths or declarations.................. 602.01(c)
Congress, Inquiry on status of application by member
O et 203.08(a)
Conservator, unavailable joint inventor............. 409.02

“Consisting essentially of” as transitional phrase.....
2111.03

“Consisting of” as transitional phrase............. 2111.03
“Consisting of” in Markush claim................ 2173.05(h)

Constitutional basis for patents............ccceeeeeeeiiiivieneennn.
Constructive election (See also: Election of species)...

818.02(a), 818.02(c)

402.09 1807
Communication with suspended or excluded attorney
(o= Vo (=] o | S PP P PP PP PR 105
Communications, official mailing address for........ 501
Communication via Internet e-mail................... 502.03
Comparative tests (See also: Affidavits, traversing
rejections (37 CFR 1.132) )..ccovevvvevverveennenn, 716.02(b)
Complete application........ 506, 601.01to 601.01(q)
Complete British specification...............cccc....... 214.03
“Comprising” as transitional phrase................ 2111.03
“Comprising” in Markush claim.................. 2173.05(h)
Compact disc submissions..... 608.05, 2422.03,
2422.03(a) 2425
Amendments t0.......coccceeviveeirieeennnen. 608.05, 2426
Computer programs............cceeee... 608.05(a), 2425
Requirements.........cccocveveeiiiee e 608.05
Sequence Listings........ccccceeeeeuns 2422.03, 2424.01
Tables......cooeviiieei e 608.05(b), 2424.01
Computer generated iCONS............cccvveeeennn. 1504.01(a)
Computer programs or software
Adequate disclosure..........ccoccveeeeeriinnnnn. 2164.06(c)
Affidavit practice ... 2164.06(c)
Best Mode........coovevieiiiiii e 2161.01
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Constructive notice to patent owner of request for

reexamination..............cevvveeeeeeeeeeeeeeeevennnn. 2230, 2654
Constructive reduction to practice.................... 715.07
Consular certificate.........cccceeeeeeeeeeiiiieiiiiieeennen, 602.04

Consular certificate, Foreign executor or administrator..
409.01(b)

Consular certificate, Omission of..............cc...... 602.04
Consular offiCer.....cccceiviiiiiiiiiiiieieeeeeeeeenn, 602.04



INDEX

Content of ex-parte reexamination request — Continued Prosecution Application (CPA)

Sec. No. Sec. No.
Content Of eX-parte reexamination request ........ m Assignment from parent does not apply _____________ 306
Continuation.............. 201.06(c). 201.07, 601.01(a) COPENdENCY.......ccocveeeeeeeeeeeeeeeeenes 211.01(b)
Abandonment of prior nonprovisional application ..... Cross reference to parent application....... 202, 211
201.06(c) DESINIION. ... 201.08
Affidavits, copies Of........ccocceeiviiiniiccien, 201.06(c Design application.............oovvversrveeeeesreeeenn, 1504.20
Assignment carried from parent.............ccoccueenne 306 Effective date...... 211.02. 706.02. 2133.01. 2151,
Change of attorney/correspondence address..... 2152.01
201.06(c File wrapper continuing procedure............ 201.06(b)
Continued prosecution application (CPA)... 201.06(d File wrapper/history notation.................c...c...... 202
Copendency.............. e e 211.01(b Filed by assignee........ccccoeeviiiiiiieeniiec e 324
Cross-reference to prior application.......... 202, 211 Identification on letter of transmittal.................... 506
Definition........coiveeeiiieeie e 201.07

Inspection of parent............ccccceeeennnee. ... 103

Deslgn ......................................................... 1504.20 Internatlonal appllcatlon used as mechanlsm to file...-
Effective filing date...........ccccooiiiiiini 211.02 1828.02

EXamination.......ccceeeeeeeiiiiiiiiiiiieeeeeeeeeeeeeiiens 20106‘C! International app“cation as parent ............ 21101(01
Extension of time.........ccccvvvveveeeeiiiieeieeeeenn, 201.06(c) Inventor, at least one in common................... 211.01
File wrapper continuing (FWC).................. -201.06(b) OWNEISNIP.....vvecereeee oo eneees 306
File wrapper/history notation...............c..c..cc...... 202 Reference to parent application..................... 211.02
Final rejeCtion on first action............ccueee 706.07(b) Rejection over pub“shed priority document.....
Incorporation by reference.............ccccce..... 201.06(c) 2133.01, 2154.01(b)

Identification on letter of transmittal 506 Rule 1.53(D)....ccceiiiiiniiiiiiiieiiee e, 201.06(c)
Inspection of parent..........ccocceveviveeeiiiiee e, 103 Rule 1.62, FOrmMer......ccccoooieeviiienniieenien. 201.06(b)
International application..............ccccoeecveeenen. 1828.02 Time for filing.......ccevveiii e 211.03
International application as parent..... 211.01(c) When patented, opens parent application to public
1895 INSPECHION.....eiiiiiiiiiiiie e 103
Inventor, at least one in common................... 211.01 Continued Prosecution Application (CPA)..... 201.01
INVENLOTSAID.....c..vceveeeieeeeeeeeeee e 201.06(c) 201.06 201.06(d)
NEW MALter.........covvrrreerrererenenn. 201.07, 608.04(b) Amendments before first Office action...... 714.01(e)
Oath..ooeeeeii, 201.06(c), 602.05(a), 602.05(b) Application nUMber...........cccooiiiiiiiiii, 503
Parent application data noted in file history/wrapper... Assignee right to take action 324, 325
202 1302.04 Certificate of mailing or transmission.................. 512
Reference to parent application................ 202, 211 Complete non-provisional application..... 601.01
Reference to parent application inadvertently 601.01(a)
(o] 40111 C=To S PRSPPI 1302.04 Continuation-in-part not permitted................. 201.08
REISSUE.....cciiiiiiiiiiiiiiece e 1414, 1441, 1451 Continuity with parent............ccoccceeeiinnne. 211.01(b)
RESLICHON......cceeeiiiceeee e, 819 Correspondence..........ccveveeeeeivereneann. 502, 502.01
Rule 1.53(D)..ueveeeiiiiiieeeeeciieee e 201.06(c) Cross reference to previous application.............. 202
RuUle 1.53(d)..cccveeeiiieeeiiieeeiie e 201.06(d) Design application.................... 201.06(d), 1502.01
Rule 1.60 application, Former 201.06(a) Eliminated for utility and plant applications.....
Rule 1.62 application, Former 201.06(b) 201.06(d)
Small or micro entity Status....................... 201.06(c) Express abandonment of prior application.... 711.01,
Specification and drawings...........ccccceeenne 201.06(c) 711.02(b)
Substitute statement under 37 CFR 1.64... 201.06(c) Extension of time..........cccccovviiiieieiiniiieen. 201.06(d)
Terminal disclaimer, effect in Fees
TiMe fOr filiNg.....c.oveveeeeeeeeeeeeeeeeee e, Reissue application. ..., 1415
When patented, opens parent application to public Filing date..........cooeiiiiiiii e 201.06(d)
INSPECHION. .....veeeeveesee et 103 Improper CPA treated as RCE... 201.6(d), 706.07(h)
Written description requirement..................... 211.05 Information disclosure statement in parent.... 609.02,
CoNtinUAtIoN-iN-part.................... 201.08, 601.01(a) 107.05
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Continued Prosecution Application (CPA) — Correspondence

Sec. No.
INVENtOrShip......cvvveeeeiiii e, 201.06(d)
Patent term 1303, 2701
Plant application, no longer available........ 201.06(d)
PriOMILY e 1302.04
Public acCess 10.......cocvveiiieeeiiee e 201.06(d)
Published as PG-Pub..............coovvvvviviiieiieeennn 1120
REISSUE......eeiiiiiiiesieie e 1430
Restriction requirement in prior application........ 819
Signature Requirements...........ccccccueeeueene 201.06(d)
Small or micro entity status 201.06(d)
Suspension of action............cccceveeeiiiieeeees i, 709
Terminal disclaimer, effect in.......ccccoeeevviviniinnn. 1490

Utility application, no longer available....... 201.06(d)

Continuing application..... 210, 211, 1302.12,
1302.04

Specific reference........cccccoevveviiiiiciiennnn. 202, 211
Continuing data (See also: _Cross-noting )............ 202
Continuity between applications................... 211.01(b)
Control of inspection by assignee................ 104, 106

Convention, International (See also: Treaties ).....
213.03

Converting nonprovisional and provisional
applications..........cccceeeeeveeeeenenne. 201.04, 601.01(c)

Cooperative Patent Classification System (CPC).....

Sec. No.

Copying ex-parte reexamination file by public..... 2232

Copying inter partes reexamination file by public.....
2632

COopYrghtS. ... 608.01(v)

Relationship to design patents.............cccceee... 1512
Correction of drawing 1302.05

Annotated sheets..........ccccccoeviiiiiiiinne. 608.02(v)

Approval by examiner..........ccccccovcveeiineenn. 608.02(x)
Deferrable..........ccooovvveveiinnnnns 608.02(b). 608.02(p)
Marked-up COPY......coocueeieeiiiiiiieae e 608.02(v)
NEW MaALLer......cceiiiiiiiiiiie e 608.04
[N\ o] =T o] o]0V =To PR 608.02(x)
Order fOr.. ..o 608.02(x)
Replacement sheets...................... 1302.05, 1303.01
Correction of inventorship

Application..... 601.01(d) to _601.01(g). 602.01(c),
605.04(q)

Consent of assigNee........cccoevcvveevieeeeiieenn. 602.01(c)
Continuing application............cccccoeeeinnnenn. 602.01(c)
During ex parte reexamination.................... 2250.02
During inter partes reexamination... 2658, 2666.03
In a patent

By a certificate of correction...... 602.01(c), 1481
By filing a reissue application...... 1402, 1412.04

902, MISJOINAE ...t 1412.04
Classification in...............c.c.cc.... Correction of name.................. 602.01(c), _602.08(b)
Combination Sets..........ccoooviiiiiiiis Correction of Patent.............ccco.oveveeereerererereeen. 1400
Definition.........ccocoovininnns By reexamination (See also: Reexamination, Ex parte
References in Definitions Reexamination, Inter partes )
SChEME....ie e 905.01 By reissue (See also: Reissue application )..... 1401
Warnings in Definitions......................... 905.01(a)(3) to 1470

COPENUENCY.....vorvrereicieeieeeeeieeieeeseienes 211.01(b) By supplemental examination (See also: Supplemental

Copending US. application eXamiINALION )....vvvveviieeiieie e 2809.01
Common ownership..... 706.02(k). 706.02(1)(2). Certificate of correction...................... 1480 to 1485
717.02(a) Statutory disclaimer (See also: Disclaimer _Terminal
Design application.................ooovvveereereren. 1504.20 AISCIAIMET )...vviiieiiiiiie e 1490
Different inventive entities... 706.02(f)(2), 706.02(k), Correction of PG-PUD...........ciiiiiiiienenns 1130
706.02(1)(3) 717.02(a) Correction of reference citation..... 707.05(g), _710.06
Duty of diSClOSUIe iN..........ccovveveverecrrrennnn. 2001.06(b) Correspondence  (See  also: Mail stop )
Terminal disclaimer practice.............c..cccoc........ 1490 Address of PTO.........oooviii, 501, 502

Copied patent claim (See also: Claim presented Address in secrecy order applications................ 120

corresponding to claim of patent ) Address of patent owner.............c......... 2622, 2805

COPIEN COPIES...ccvvieeiiiieiiree ettt 714.07 Address, official mailing............ccccoocvviiiiieiinnnn. 501

Copies of prior art with reexamination request Address of an attorney.. 403, 403.01(a), 403.01(b)

EX PArte ..eeeeiieeiieeiee e 2218 Boxes (See also: Mail stop )

Copies of published applications...............c.c....... 1128 Continuing application............cccccocvveininenn. 201.06(c)

Copy of foreign application, certified.................... 215 Crossing in Mail..........ccccvveeiiiiiiinc e 714.05

Copy of printed patent in reexamination Duplicate filings.. 402.10, 403, 502.04, 714.01(a)

EX PArte ...ccovveieiieee e 2219
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Electronic mail....... 502.03, 713, 713.01, 713.04




INDEX

Correspondence — Date

Sec. No.

Facsimile transmission........... 502.01, 2510, 2515
Identifying with issue batch number (ho longer

requIred).......oooo e 1303.01
Maintenance fee.........ccccceeeene 2510, 2515, 2542
Plural attorneys.........cccccceveveveeennnee. 402.10, _403.02
Post Allowance...........ccoeeevvvvveeiiivieeeeenn, 502, 1306
Published application............cccccevevviiiieneeeninns 1134
Receipt and handling...........cccccoevieeiiieninenene 500
Reexamination, ex parte ........ccccccceeveivieeeeenns 2224
Reexamination, inter partes .........cccccoccvvvereenne 2624
Signature requirements..........cccceevveeeveeeeeenne 502.02

Third party, application published 1134
With whom held.........cccooeeiiiiiiiiiiiicee e, 403
Counter-terrorism inventions, special status..... 708.02
Counting actionS............evieiiiiiiieee e 1705
Countries for foreign priority
CoUNtry COUBS......coiiiiiiiiiieeiiie et 1851

COUPONS. ...ttt et e e e e e e e e e e e e e e e e e s nnnenenes
Court decision
Citation Of.......cooviiiieieci e, 707.06
Dissemination of...........ccccccciiiiiiiiiiiieienecee e, 1720
Entry in patent file.........ccccoeeeiiiii e 2207
Treatment Of ..., 1721
Unpublished decisions...........ccccceeiiiiiieneeennnnes 2677

Court of Appeals for the Federal Circuit (CAFC).....
711.02(b), 1002.02(k)(1), 1002.02(k)(3). 1214.06,
1216 1216.01

Appeal to, from an ex parte reexamination...... 2279

Appeal to, in an inter partes reexamination..... 2682
2683

Court ordered inter partes reexamination...... 2686.04
Court papers, service on Director........................ 1216
Cover sheet — provisional application............. 201.04
CREATE Act (See also: _Joint Research Agreement )

Credit Card Payment Form PTO-2038 reproduced.....
509

Criteria for deciding ex parte reexamination request.....
2242

Criteria for deciding inter partes reexamination
TEOUEST. ... 2642

Cross appeal to the Patent Trial and Appeal Board in
inter partes reexamination.............cccceeeeveuvveneennn. 2674

Cross appeal to the Federal Circuit in inter partes
reexXamination...........ccocvveiiree e 2683

Cross-noting
Data of parent application on file wrapper/history.....
202, 1302.09
Data of provisional application in specification.....
1302.04

Index-21

Sec. No.

Data of provisional application on file
WIapPer/NIStOrY.........eeviiiiiiiecee e 202

Data of related application in application data sheet...
211.02 1302.04

Foreign application cited in an application oath.....

202, 214.03
Foreign application, file wrapper/history............. 202
In original patent file of reissue application......... 202
Reissue applications............cccceeevvennnee. 1451, 1455
Specific reference........ccoccevvvevivieeiiienn. 202, 211

Cross-reference
Another application (See also: _Cross-noting ).....

608.01(p), 1302.04
At allowance.........ccccccovvvveeeeeninn, 903.07, 1302.04
Citing 707.05(e)
903.07(a)

903.07(a)

Crossed mMailings.........ccccoveiuiiieee i 714.05
Current Employee Restrictions..........cccccceeevveee. 1702

Customary meaning of claim term...... 2106, 2111.01
Customer Numbers..... 402, 403, 711.04(c), 1807,

2515 2540
Change of address.........cccccvvcviiieeiiiiiiieeeens 601.03
Correspondence relating to............ccccvvveeeeennee. 403

Customer Service Center..... 104, 508.04, 714.13,
1730

Customer Service Window..... 101, 103, 501, 502,

505, 710.02(e), 714.13, 2422.09
D

D-10 NOLICE......ceeeeeeeeicriirirreeeeeee e 130, 1304.01

Damage, Proof of irreparable....................... 409.03

Databases (See also:
Date

Amendment.. 505, 511, 512, 710.01(a), 710.05,
714.18

Citation of foreign patent........ 901.05(a), 901.05(b)
CONVENLION. ...t 213.01
Filing..... 211.02, 502, 503, 505, 506, 506.02,
1002.02(b)

Electronic databases )

of EFS-Web transmissions............cc.......... 502.05
Filing, Refusal to accord.................... 506.02, 2133
Foreign application (priority).................. 210to 217
INVENEION. ...ociiiiiiiiee e 2137, 2138
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Date — Deposit account

Sec. No.
Maintenance fees due..........cccccvvreeevieieniiennnenn. 2506
Office action 707.11
Office stamp.......... 502, 505, 506, 512, 714.18
Reference..... 706.02, 707.05(e), 715, 715.01,
715.01(c)
Date of execution of oath..............c.cccccinininnn, 602.03
Death of attorney........ccccovevveiieeiiiiiiere e 406
Death of inventor (See also: Administrator or executor
) PSR 409, 409.01(a), 409.01(b)
Deceased inventor
Allowance not withdrawn.............ccccccceueee. 1303.03
Legal representative as applicant..... 409.01(a),
409.01(b), 1806
Proof of authority of............cccccceeie 409.01(b)
Legal representative refuses to sign.......... 409.03(c)

Deceptive intent (See also: Fraud Inequitable conduct

)

Foreign filing licenses.........cccccceviiiiieeniiiiieee, 140
INVENLOrShIP.....ooiiiiiiee e 602.01(c)
Reissue..... 1401, 1412.02, 1412.03, 1412.04,
1414, 1414.02, 1414.03, 1444, 1448, 1451,
1457 1481.02 1490, 2012
Decision
By Patent Trial and Appeal Board..... 1213, 1302.14
Dissemination Of..........ccccocvviiieniiiiiciieenne 1720
Ex-parte reexamination..............ccccceeeeuveeenn. 2277
Inter partesreexamination................ 2681, 2682
Reconsideration of..........cccccoevviieniennn, 1214.03
Treatment Of ..., 1721
(031721 1o o FH PSPPSR 707.06
Denying ex parte reexamination request......... 2247
Ex-parte reexamination review petition 2240
Governs examiner’s action..........cccccveevveenieeennieennns
LIStEd. .. v Al
Ordering ex-parte reexamination..................... 2246

Ordering inter partes reexamination (See also:
Reexamination, Inter partes: Decision on the request

for reexamination )
Public availability............cccccoeeiiiiieri e 103
Publication of..........ccccciiiiiiiiiiie, 707.06
Declaration (See also: _Oath )........ccccevvvveernnnrenen. 602
AmeNdmMENt.........coeviiiiiiiie e 602.01
Attached to specification................. 602, 602.08(c)
Change of inventorship.........cccccooeeeiiiines 602.01(c)
Copies, filing Of......ccooviiiiiiiic e 602
Copies from prior application..................... 201.06(c)
Date of eXecution..........cccceevvcvieveee e 602.03
DefeCtiVe. . ..o 602.03
Delayed filing........cccoeeeieiiiieiianns 506, 601.01(a)
Rev. 07.2015, October 2015
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Sec. No.
Executed before alterations made............. 602.08(b)
Facsimile transmission............cccceeee.... 502.01, 602
Foreign priority applications listed............ 202, 214
International application..... 1820, 1893.01

1893.01(a), 1893.01(a)(1). 1893.01(a)(2).
1893.01(a)(3). 1893.01(e). 1893.03(a), 1893.03(b),

1893.03(q), 1895
Inventor refuses to sign or cannot be found.....
602.08(b)
MINOT, DY ..o 409
NON-ENglish.......cooooiiiiiiieeee e 602.06
Plant patent application............ccccccveeiiiiieneenne 1604
Refers to preliminary amendment..... 601.01(a)
602.01(b)
Reissue application..... 706.03(x), 1414, 1414.01,
1444, 1455
Signed before alteration.............c.occocciiiiie 602.08
SUBSHEULE....evie e 602.02
Declarations, conflicting.............cccoeveveeenneen. 602.01(c)
Dedication to the public.............ccccoeeeee. 715, 1490
Defective oath.........cccceeeiiiieiiiiiiiee e 602.03
In reissue application...........cccovveeeviieenineenne 1414
Defects, correction of, in request for ex parte
reexamination...........cccooveveeeeeeieiiiiiee e 2227, 2231
Defense, applications affecting..... 115, 120, 130,
140
Defensive publication citation....................... 711.06(a)
Defensive publication program................c........ 711.06
Deferral of examination...............cccvvveeeeeeeeeeeeeeiennnn, 709
Definition of Class........ccocvveviiiiiiiieiiiee e 902.02
Delegation of Director’s authority..... 1001.01, 1002,
1002.02
Demonstration at interview............cccceccvvveeeeene 713.08
Denial of request for reexamination.... 2247, 2247.0
2647 2647.01

Department of Energy (DOE).. 115, 140, 150, 151,
706.03(b)

Dependent claim..........ccccovvveeiiiieiniieceineeenn 608.01(n)
Objected to when base claim is canceled.....
608.01(n), 707.07(j)
REISSUE.....c it 1455
Treatment in inter partes reexamination..... 2660.03

Dependent claim, objected to when improper.....

608.01(n), 706.01

Deposit aCCOUNL........ccceiiiiiiiieaeiiiiee e 509.01
Authorizations..........cccccceevviiiineennn. 509.01, 1302.04
Extensions of time.........ccccovveveiiieeiiieeennne 706.07(f)
International applications................. 1850, 1875.01
Issue fee......ccocveveeiiiiiennenne 1303, 1306, 1308.01
Maintenance fee..........c.cccoenee. 2510, 2515, 2522
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Deposit account — Design application

Sec. No. Sec. No.
OVEIAraWN. ...coeeiiiiiiiee et 509.01 Non-Budapest Treaty deposit............cc.ee..... 2404.01
Petition fee.......oooiiii 711.03(c) Plant material..............ccccceeeen. 2403.02
Refunds........cocevviiiiiiicne, 509, 509.01, 607.02 Plant Patent Act, Relation to 2403.02
Replenishment...........cccococvevieeninennn. 509.01, 1730 Reference to deposit in application... 2404, 2404.03
Mailing address........ccovviiieiieiiiiieee e 501 Implication, presumption............. 2404, 2404.03
Deposit Account DiViSioN..........ccccevvveeenieeennnee. 509.01 Requirements of 35 U.S.C. 112... 2164.06, 2404,
Deposit of microorganisms (See also: _Biotechnology 2404.03
) P 1605, 1823.01, 2402to 2411.05 Replacement or supplement of deposit............ 2407
Deposit of correspondence...........cooccveeeeeennnenenn. 502 After a patent has issued................cc....... 2407.02
Depositions Exemption from replacement.................. 2407.05
EVIdENCe......cceeviiiiiiiie e 1901.02, 2013 Failure to replace..........cccoceevvieeiincnnenn. 2407.03
Of examiner.... 1701.01 In a pending application...............c..c...... 2407.01
Deposit rules (See also: Biotechnology)............ 2400 Reason for replacement..............cccveeee.. 2407.04
Acceptable depository........c.cccceevveeriiieeiiieenns 2405 Replacement not recognized................... 2407.06
Biological material, definition................ 2402, 2403 Request for certificate of correction......... 2407.02
Biological material, made or isolated without undue Treatment of replacement, presumption of
experimentation...........ccccvevveeeniie s 2404.02 IHENTLY. ... 2407.04
Budapest Treaty (See also: _Treaties ).............. 2402 SEEAS ... 2403.02
Budapest Treaty depositories........cccccoocveeeeennne 2405 Term of deposit........ccccceeenee
Depositories, Current list of Budapest Treaty..... 2405 Budapest Treaty term........cccccceeevvvviveeeeeninns 2408
Examination procedures.................. 2411, 2411.01 Enforceable life of patent............cccceevveeenee 2408
After grant.........cceeeeeiiiiie e 2407.02 Time for making original deposit
Application in condition for allowance except for Assurance regarding deposit before payment of
AEPOSIL...eeveiiieeeiie e 2411.03 ISSUE fee.....oiiiiiiiiicec 2406, 2411.03
Certificate of correction............cccccecveenee. 2407.02 Corroboration...........coevveeneenieeneenneee 2406.02
Content of application regarding deposited Description in application specification..... 2406.01
Material..........ooeeiiiiiie e 2411.05 During application pendency...........c............ 2406
Need for 37 CFR 1.312 amendment....... 2411.03 Loss of U.S. filing date in other countries..... 2406,
REISSUE......eeiviiiiiieiiiec e 2407.02 2406.03
Rejections based on deposit issue.......... 2411.01 NEeW Matter........coocoveeiieiiiiiiiee e 2406.01
Responses from applicant....................... 2411.02 Patent Cooperation Treaty applications.... 1823.01
Furnishing of samples............ccccooeveeiiiiieneen. 2410 Post-issuance deposits...........cccveeeeiiivnenennn. 2406
Access to depositS.........occvveeeeeeiiiiieneenn. 2410.01 Viability of deposit..........ccccceiiiiiiiiiiiiiieee. 2409
Certification of availability of deposit....... 2410.02 Viability statement..........ccccovveiiiieeniieenne. 2409
Conditions of deposit...........ccccceevuvieneennn. 2410.01 35 U.S.C. 112 requirements...... 2402, 2403, 2404
Exception to removal of restrictions........ 2410.01 Deputy Director of Patents and Trademarks.....
Restrictions removed upon grant............. 2410.01 1002.02(0).. 1202
Known and readily available biological material..... Derogatory remark regarding prior art.......... 608.01(r)
2404.01 Description
Budapest Treaty deposit............cccccveenee.. 2404.01 Basis for claim..... 608.01(0), 706.03(c), 2161,
Continuity of aCCESS.......ccooveveveeerrrireennn, 2404.01 2163
Deposits certified as available..... 2404.01 Computer programming..............c.cocoeeueeninns 2161.01
2410.02 Detailed.........ccocveviiiiiii 608.01(q)
Health, safety restrictions........................ 2404.01 International application............ccccccoviiieieennnns 1823
Indicia of “known and readily available”.... 2404.01 Design application
Material capable of self-replication.............. 2403.01 Analogous art........cccceeeevvevnenennn.
Direct self-replication.............ccccceeeeeninee. 2403.01 ANLICIPAtION. .....coiiiiiiee e
Indirect self-replication............c.cccccvvernee 2403.01 Application, elements Of..........cccccceiviieeiiiieenns 1503
Need for a deposit...........cc... 2402, 2403, 2404 Articles, design comprising multiple........ 1504.01(b)
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Design application — Design application

Sec. No.

“Average observer’ test.........cccccveiiiiiiennenn. 1504.02
Benelux Designs Convention (See also: Treaties).....
213.01 1504.10
Characteristic feature............. 1503.01, _1504.01(a)
ClaiM..ccceieiiee e 1503, 1503.01
Combining references..........ccccocoieeiininnen. 1504.03
Commercial SUCCESS.........eeevuvieriiieeiniieeanans 1504.03
Computer generated icons...................... 1504.01(a)
Continuation application.............ccccceeeenneee. 1504.20
Continuation-in-part (CIP) application......... 1504.20
Continued Prosecution Application (CPA).... 1502.01
Convention, International.............. 213.01, 1504.10
Copending applications.............. 1504.06, 1504.20
Copying, evidence of, to rebut obviousness.....
1504.03
Copyright, Relationship to..........cccccvveeieeiiineeen. 1512
DefiNItioN......coeeeieeeee e 1502
DesCription.......coccveiiveeeiiiee e 1503, _1503.01
Disclaimer 1503.01, 1503.02, 1504.04
Disclosure 1503.01, 1503.02, 1504.04
Divisional application.................... 201.06, 1504.20
Double patenting...........ccccceeevecvieeennn. 804, 1504.06
Drawing.......... 1503, 1503.01, 1503.02, 1504.04

Broken lines........... 1503.01, 1503.02, 1504.04

COlOr e 1503.02

Trademarks..........ooevvvieeiiieiieeeeeeeee e 1512
EFS-WeD.....cccoiiiiiieiiiiice 502.05, 1730
Embodiments, alternate or multiple..... 1503.01,
1504.01(b) 1504.05
Enablement..........ccccoiveniiiennnn. 1503.02, 1504.04
European Community Design treaty............ 1504.10

Examination... 1504, 1504.01, 1504.02, 1504.03,
1504.04

Expedited Examination..... 501, 1002.02(c)(3),
1504.30

REISSUE.....vviiiiiiie e 1457
Expert testimony........cccueeeeeiiiiiiieeeeeiiiieeennn 1504.03
Feature emphasized ... 1503.01
Fee, filing.....ccccooiiieiie e 607

REISSUE.....oiiiiiiiii e 1457
FEe, ISSUB......uvveeeiiieeeeeeeeee e 1306
FONt, tYPe..vvvieieiiiiieieieee s 1504.01(a)
Foreign priority..... 211to 213, 215, 1504.02,
1504.10

More than six months before U.S. filing.... 1504.02
Functionality..........ccocceeeiiiiiiiee e 1504.01(c)

Obviousness and.........cccoocuveeeeeeiiiieenenn. 1504.03
Hague Agreement (See also: Treaties)..... 213.01,
1504.10 2901

Rev. 07.2015, October 2015
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Sec. No.

Hidden end USe.........ccceeveiiiiiiieeeiniie, 1504.01(c)
Hidden feature........... 1504.02, 1504.03, 1504.04
Icon, computer generated....................... 1504.01(a)
International (See also: Internation Design Application
)

Publication...........cceeveeiiiiieec e 1120

Status Information for.........ccceeeeeviiiiiiiiiiinnnn. 1128
Indefiniteness............ 1503.01, 1503.02, 1504.04
Library collections relating to..................... 901.06(a)
Modification, description............cccoceveviiieenne 1503.01
Multiple embodiments...........ccccoeeieeiiierenne 1504.05
Multiple parts of article..........c.cccoecveeeenen. 1504.01(b)
New matter..... 1503.01, 1503.02, 1504.01(a),
1504.04
Object, Design for.......c.covvvveiiieeeiiiee e 1502
ODVIOUSNESS...ccoiiieiiieae e 1504.03
Obviousness-type double patenting (ODP).. 1504.06
Offensive subject matter.............ccccceennee 1504.01(e)
Ornamentality lacking...........ccceovciieeeennne 1504.01(c)
Patent Cooperation Treaty............... 1501, 1502.01
Patentability... 1504.01, 1504.01(a) to 1504.01(e),
1504.02 1504.03 1504.04
Petition, Special Status................. 708.02, 1504.30
Petition to accept color drawings or photographs.....
608.02 1503.02
Photographs.........cccccovvevieiinnnen. 1503.02, 1504.04
Preamble........ccooiii e 1503.01

Priority under 35 U.S.C. 119.... 210, 215, 1504.02,
1504.10
Priority under 35 U.S.C. 120.. 211.01(a), 211.01(b),
1504.20

References supplied...................... 707.05(a), 1513
Quayle action.........c..eeveeiiiiiiieee e 1504
Registration abroad.................... 1504.02, 1504.10
REISSUE.....coiiiiiiee e 1457, 1509
Request for Continued Examination (RCE).. 1502.01
Request for Expedited Examination............ 1504.30
RESNCHON. ... 1504.05
REISSUE....uvvieeiieeeeeeee e 1457
Rules applicable.........cccoccoeiiiiiiiiin e 1501
Scope of claim..... 1503.01, 1504.04, 1504.05,
1504.06
Search......cccccceveeeiiineenns 1504, 1504.02, 1504.03
Secondary considerations.............cccveeeeenn. 1504.03
Simulation........ccooviiiei 1504.01(d)
Specification..........cocoviieiiiiei e 1503.01
Use of Copyrights in.......cccceoviiiiieeiiiiiiene,

Use of Trademarks in
Statutory subject matter




INDEX

Design application — Disclosure

Sec. No.

Surface ornamentation... 1502, 1502.01, 1503.02,

Sec. No.

2239, 2240, 2242, 2244, 2246, 2258.01,

1504.01, 1504.01(a), 1504.01(c), 1504.03 2258.02, 2265, 2266, 2284, 2286.01
Surface treatment or indicia................cc....... 1503.02 Publication of confidential decisions............... 103
1457, 1502.01, 1505 Withdrawal from iSSU€..........ccccovveriieeinieenne 1308
1503.01, _1504.01(a) Dol T o PR
......................................... 1503.01 Mailing address..........cccccoeiiieeeeiiiiieeeiniiieeee... 501
Use of Trademarks in..........cccocoeiiienininnenns 1512 Notices (See also: Publication)................ . _707.06
Trademark, relationship t0.........ccccceevieeeiiiennns 1512 Orders (See also: Publication )................. ., _707.06
Type fontS......oocieiiie e 1504.01(a) Director initiated reexamination............... 2212, 2239
Utility patent, relationship t0..........ccccceeeenes 1502.01 Disbarred attorney (See also: _Attorney or agent:
Visual charaCteristics............cocoovvvrvvrresernnnns 1502 Suspended or excluded )
Written description lacking..... 1503.01, 1503.02, Disciplinary proceedings................c.coccouu. 402, 410
1504.01(a) 1504.04 Mailing address..........ccceeiiiiieiieiiiieee e 501
Design patent series (See also: _Patent)......... 901.04 Disclaimer (See also: Terminal _disclaimer )
Designated office............... 1801, 1803, 1893.01(a) Co-author of publication..............ccccceeneene 715.01(c)
Designation of states..........cccceeiiiiieiieiiiiiieeeeeee 1821 Copy required in reexamination
Detailed description (See also: Specification ) EX Parte ..ooooeviiieiee e 2214
Determination of public use or on sale..... 706.02(c), Defensive publication...........c.cccoeveeviieeenneenn. 711.06
2133.03 2152.02(c). 2152.02(d) Design application..... .1503.01, 1503.02, 1504.04
Determining if a Reexamination Was Filed for a FOMMIS. ..ottt 1490
Patent.........ceeiiie i 2632.01 PrOCESSING. . vvveeeveeeeee s seeeeseee e 1490
petermining yvhether an application is subject to first to Rejection........cccocveviveiecnnnns 706.02(k), 710.02(d)
invent provisions of AlA.........cccccvvveiee i, 2159
. . . . SEAIULOIY e 1490
Digest (See also: _Cross-reference: Art collection ) Terminal................ 706.02(k), 804, 804.02, 1490

Dictionary as a source for the ordinary and customary

meaning of a claim term............ 2111.01, 2173.05(a)

Diligence
Charts for priority........cccoceveeeiiciieeee e, 2138.01
Filing application...........cccccooiiiiiiniiieeeee 2138.06
Filing reiSSUe......covviiiiiiiiiie e 1403
Interference practice..........ccoceveeiviiiereeeiinns 2138.01
Of actions during regulatory review............. 2757.01
Reasonable.........cccccviiiiii 2138.06

Shown in 37 CFR 1.131 affidavit..... 715.07
715.07(a)

To overcome a rejection..........cccoevecveeeeeeennns 2136.05

Director of Technology Center..... 714.13, 714.14
714.16, 714.25, 715.08, 804.04, 1002.02,
1002.02(c), 1207.01, 1207.02, 1207.03, 1207.05,
1208, 1214.04, 1308, 1308.01, 1901.06, 2242,
2258.01, 2265, 2267, 2274, 2284to 2286, 2648,

2667, 2682 2686.01
FUNCHIONS.....ccveiiiieeee e 1002.02(c), 1003
TC 1600.......ccciiiiieeeeiiieee e ee e 1002.02(c)(2)
TC 2900.......ccciiiieeeeeiiiiee e 1002.02(c)(3)
TC 3640.....ccciiiieeeeiiiieieee e 710, _1002.02(c)(1)

Director of the USPTO

Authority and functions..... 706.03(b), 708.01, 709,
711.02, 714, 719.01, 1001, 1002, 2209, 2212,

Index-25

Disclosure (See also: Duty of disclosure _Specification

)

ADSLract.........ooovvviiiei e 608.01(b)
Amendment.........cccceeeeeeeieiiiieien, 608.04, 1302.02
Amendment, Preliminary............cccccceeoeee 608.04(b)

Best Mode (See also: Best Mode)..... 608.01(h),
2165

Chemical compound.............ccccvereeeinnnen. 608.01(p)
Claim Present on Filing Date..... 608.01(l), 2163.01
Claimed........ocuiiieee e 901.03

Common, parent and continuing applications.....
211.05

Completeness.......cccccvevveeieeinenns 608.01(p). 2164

Computer programming cases..... 2164.06(c)
2161.01

Design application...........cccccueeeennn. 1503, 1503.01
Detailed description...........c.ccceevvveeinneennnns 608.01(g)
DULY Of i 2000
Enablement (See also: Enablement).............. 2164
Foreign application...........cccocccveviiiiiiieeennnen. 211.05
IMPICIt. .o 2144.01
Incomplete... 608.01(p). 706.03(d), 2161to 2165
Incomprehensible..........ccccooiiiin e, 702.01
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Disclosure — Double patenting

Sec. No. Sec. No.
Incorporation by reference (See also: Incorporation ~ NeW Matter.......ccccoooiiiiiiiiiiiiiiei e 201.06
by reference ).......ccccceiiniiiiiiiinninns 217, 608.01(p) 201.06(c), 602.05
Insufficient............... 608.01(p), 702.01, 706.03(d) Patented, Opens parent application to inspection.....
Later filed application...........ccccccceevevvennnn. 608.01(p) 103
Operability.........cccvvvviriveninennnen. 716.07, 2164.08(b) Reference to parent application..... 211.02, 1302.04
Preliminary amendment...................c........ 608.04(b) Reissue........cccccceeennnee. 1414, 1440, 1450, 1451
Related applications................. 608.01(p), 1302.04 Rule 1.53(0)....ccceiiiiiiiiieiiiee e, 201.06(c)
Requirements for.........cccovvveiiireniiee e, 2161 Rule 1.53(d)...cvveeirereeiiieeieee e 201.06(d)
Reservation clause...........ccceeeeeviveieieiennenns 608.01(e) Rule 1.60, Former........cccooevvviviieiiiiieeeeeee, 201.06(a)
Secrecy order, Material subject t0...........ccccco... 120 Rule 1.62, FOrmMer..........cooevvvvveeeeeeeeeeeeenns 201.06(b)
Specification (See also: Specification)......... 608.01 SIGNALUIE....oviiiiiecieeec e 201.06(d)
Sufficiency for continuity...........cccccooiieen. 211.05 Small or micro entity status...............c....... 201.06(c)
Sufficiency Of.......cccoviiiviiiie 716, 716.09 Specification and drawings............cccccueeene 201.06(c)
Support for Claims........ccccovveeiiiiiniee e, 2163.01 Substitute statement under 37 CFR 1.64... 201.06(c)
Trade NAME......ooiiiiiieee e 608.01(v) Time for filing.......ccoevviiiii e 211.03
Trademark........ccooveeeriiieniic e 608.01(v) Written description requirement..................... 211.05
ULlItY. .o 608.01(p), _706.03(a) DNA (See also: Biotechnology Nucleotide sequences
Written (See also: Written description )........... 2163 PSPPI 2400
DISCOUESY.....veevevveresieeeeeeeserenereeienans 714.19, 714.25 Enablement............ooooi 2164.08
Dismissal of appeal............cccovevvevererienienns 1215.04 SEArChiING. ... 901.06(a)
DiSPOSAlS COUNLEM. .........ovoveieeeeeeeeeeeeseeeeeenens 1705 Sequence [isting....................... 2422, 2424, 2431
DiStinCt, defiNitioN. ... cveveeeeeeeeereeeeeeeeeeeeeeens 802.01 DOCKEL IePOIT......cviiiiiiiiiciiicie 1704
Distinct inventions.......... 802, 802.01, 803, 806.05 Doctrine of collateral estoppel (See also: _Estoppel )
Apparatus and product made................... 806.05(q) Doctrine of dedication to the public....................... 715
Distinct processes 806.05(j) Doctrine of equivalents... 2138.05, 2173.05(b), 2186
DiStinCt ProduCtS...........covuevrvevreeeiesiennenn, 806.05(j) Doctrine of segregable parts...............ccc.oo.ee. 1504.05
Process and apparatus for its practice...... 806.05(e) Doctrine of unclean hands
Process and product made........................ 806.05(f) Document, DiSClOSUre..........coceiiiiiiiiiariiiiieee e
Divisional application..................... 201.06, 601.01(a) Electronic (See also: Electronic publications ).....
Abandonment of prior nonprovisional application..... 707.05(e)
201.06(c) DoD Directive 5230.25........cccccveviiieiiiiennieee i 120
Assignment carried from parent application....... 306 DoD Security AQreement..........coocceeeeeeeiiciieeeaeans 120
Change of attorney/correspondence address..... Domestic representative..............cccoceeveeeinnnn
201.06(c) Double correspondence.....
Continued prosecution application (CPA)... 201.06(d) Double inclusion in claim
COPENTENCY....eveieiiiee et 211.01(b) Double patenting.........cccccevvveernieienieee e 800
Design application........................ 201.06, 1504.20 Avoiding rejection.. 706.02(k), 706.02(1)(3), 804.02
Drawing, Transfer of...........cccccccviiins 608.02(i) BaSIS. e 804
Effective date.........ccoceveeiiiiiiiee e 211 Between one or more applications and a published
EXAMINALON. ... 201.06(c) application that has not been abandoned........... 804
Extensions of tiMe............cccoceevveeeeeeennn. 201.06(c) Claimed subject matter...............coccoeennn. 806.01
Filed by assignee...........ccocevviiiiienecnnens 324, 325 Commonly owned cases, treatment..... 717.02(c).
File wrapper continuation (FWC)............... 201.06(b) 804.03
File wrapper/history notation............. 202, 1302.04 Copending applications................... 106.02(k). 804
Incorporation by reference...........o......... 201.06(c) DEfiNitioN.....cciiiiieeiiiie e 804
Inspection of parent application.......................... 103 Design applications/patents............... 804. 1504.06
Inventor, at least one in CoMMon.............. 211.01 Different inventive entities........... 706.02(k), _804.03
INVENLOrSNIP. ...oveiiiieeeee e 201.06(c) Distinct and independent inventions.............. 804.01
DOMINALION. ..ot 804
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Double patenting — Drawings

Sec. No.
International applications...........cccccoocvieeeeiininnnn. 804
Obviousness type (ODP)........occcvieeeeiiiiiieeeeneee 804
Design application...........cccccvevvveeeninneenne 1504.06
Plant applications...........ccccovvieeviiieiiieeeniieene 1601
Reexamination...........c.cccoccueeeee.. 804, 2217, 2258
REJECHION....cciiiiiiie e 804
NONSEALULONY ... 804
ODVIOUS. ...t 804
Prohibition, 35 U.S.C. 121...... 804.01, 821.04(b)
Provisional............ 706.02(k), 706.02(I)(3), 804
Specification, use Of........ccccoiiiiiiiiiiiieeees 804
StatULtOry.....oooeeeeeeieieeeeeiiiiieee 804, 804.03
Rejection nullification..........cccevveveiiieeeniineenns 804.01
Restriction previously required.......... 804.04, 1003
Same assignee................. 706.02(k), 804.03, 822
Same inventor..... 806.04(h), 806.04(i), 806.05,
822
Species and genus.................. 806.04(h). _806.04(i)
Subject matter not patentably distinct................. 804

Subject to joint research agreement.... 804, 804.02
804.03

Sec. No.

Incorporated into PG-Pub................ 1120, 1121

Reversed figure numbers............cccceeeee. 1302.04
Design application..... 1503, 1503.01, 1503.02,
1504.04
DISCIOSUIE....cc e 608
Divisional application................... 608.02, _608.02(i)
EFS-WeD.....cooiiiiieee e 502.05
Examiner determines completeness......... 608.02(e)
lllustrates claim.........ccccovveeiniiieniiee e 608.02(e)
INFOrMAl......eeiiiic e 507
International application............cccccoviiieiiennnns 1825
Kept in application..........ccccoecveinieieiiineenns 608.02(c)
LOCALION. ..o 608.02(c)
Modification illustrated............ccccoviiiieneennne 608.02(f)
Marked-up copy.. 608.02(b), 608.02(v), 608.02(w)
Necessary for filing date............ 506, 608.02, 702
New drawings required...........cccccceeeviuenenn. 608.02(a)
New, handling.........cccoccveeiviiiiiene e 608.02(a)
NEW MAtter........ccovevrverrrieeereneans 608.04, 706.03(0)
New, when required..........c.coecvveeeeerinnnnn. 608.02(a)
Not received..........ccccceeeeeeeeeeeenennn, 608.02(h), 1825
NOt required..........ccceerieeeiiiieenie e 608.02
Not returned............ceeeiiiiiiiieeeeee e 608.02(y)
Objection..... 608.02, 608.02(a), 608.02(b),

608.02(d) to _608.02(f), 706.03(0), 1503.02,
1504.04

Submissions to TC director............cccccevueennn... 804.04
Terminal disclaimer effect..... 706.02(k), 804,
804.02 1451 1490
In a reissue application.............ccccceeeeevunneen.. 1451
Drawings.......eceeeeiriieieeeeeiieeee e eiieee e 507, 608.02
Amendment................... 608.02(p), 714, 1302.04
In ex parte reexamination....................... 2250.01
In inter partes reexamination.................. 2666.02
In reissue application.............ccoccvereeeniinnnn. 1413
Prior to publication of PG-Pub...................... 1121
Amendment, Disposition of orders for....... 608.02(x)

Amendment support by claim present on filing date....

608.04(a)

Annotated sheets.................. 608.02(v), 608.02(w)
Brief description............coovviiiiiiiniiiieneene 608.01(f)
Canceled figure.........ccocveeiiieeiiieeiceee 608.02(t)
Canceled sheet..........ccocovevviriiciiiiiicinns 608.02(t)
Canceled sheet, patent..........cc.cocuveeeeennnee 608.02(t)
Canceled sheet, transfer...........ccccccovveene 608.02(i)
(670][o] FHVNIURRRRRRRI 608.01(f), 608.02, 1503.02
Colored plant...........coeeeieiiiiiieinieeee e 1606
Complete illustration...........ccccccvveveeeiienennn. 608.02(d)
ComPpIeteNESS.......cvvveeiiiieiee e 608.02(e)
Computer liStS........eeeeieiiiiiieeeeeee e 608.05
CONSISLENCY ...eeiiiiieiiece it 608.02(e)
Content Of......cccevviiiiiiic e 608.02(d)
Correction (See also: Correction of drawing ).....

608.02(p), 1302.05
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Official Gazette figure.........ccooeveeiiiivieneennn. 1302.09
Omitted drawings..........ccoceveeeeeiivieeeennnnnee 601.01(q)
Patented file.........ocvvevieiiii e, 901.01(a)
Petition to transfer from another application.....
608.02(i)
Photographs..... 502.05, 507, 608.01(f), 608.02,
1503.02
Plant application...........cccccovveeenineennne. 1603, 1606
Prior art......cccoceeeeveeeiiiee e, 608.02(g), 2125
Provisional application...........cccccooveiiiiniiiineennn. 601
Reference characters................. 608.02, 608.02(e)
Reference characters, change.................. 608.02(w)
Reissue application...........c.ccoccuveeeennns 1411, 1413
No longer transferred from original patent..... 1413
Replacement drawings for publication in PG-Pub.....
1121
Replacement..........ccccveveennnenns 608.02(h), _1302.05
Reversed figure numbers............cc.ccccvveeeenn. 1302.04
Review by Office of Patent Application Processing
(OPAP) ..ttt s 507
Required by examiner............ccocceeeeiniiieenennnne 608.02
ReqUIremMents..........coveviie i 608.02
REIUM ... 608.02(y)
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Drawings — Election

Sec. No. Sec. No.
Section lines........ccccceevviienennn. 608.01, 608.02(w) Sources of information 2001.06
Security markings........ccccoeeiiiiiiieie e 121 To whom owed... 2001.03
Substitute........occvveereerene 502, 608.02, 608.02(h) AV 4Te] F=Y 1o 2 o RS TTT 2010
Sulfficiency, determined by examiner......... 608.02(e) Claims invalidated............ccccceeeviievieeeninenn. 2016
SYMDOIS......oveiiiei 608.02 PrOtEST....eeiiee e 2013
Trademarks..........oocuvvieeiiiiiiiiieeee e 1512 Reexamination...............covuvvviieeieeeeeeeeeevieinnnn 2014
Unacceptable for publication...... 608.02, 608.02(b) REISSUE......o it 2012
Drawing correction..........cccceeeecveeeennn. 507, 608.02(p) Rejection of claims in reissue application..... 1448
Annotated sheets.................. 608.02(v), _608.02(w) WhO hasS......ccoeviiiiiiiiiie e 2001.01
Approval by examiner...........ccccoeveeeeiiinenn. 608.02(x)
Marked-up copy.. 608.02(b), 608.02(v), 608.02(w)
New matter.........cccoevvieieiiiiiii e 608.04
Order fOr. oo 608.02(x)
PG-Pub......cccooe e, 1120, 1121
Replacement sheets...... 502, 608.02(h), 1302.05
Required.......cccoevvieeeiiieeiiieeiieene 507, 707.07(a) E
Dual correspondence.........cccccveevveerunenne 402.10, 403 Easily erasable paper.........cccccevveeen. 608.01, 714.07
Due Care ShoWiNg......cccceeeviiiiieeeeeiiieee e 2734 Effective date of reference patent. 706.02, 706.02(a),
Duplicate Claims.........cccceevivieerieieiiieeenieeee 706.03(k) 707.05(e).- 715 901.05(b)
Duplicate foreign patents............cccoccvveveeenens. 903.03 Effective filing date
Duplicate papers for plant applications.... 1603, 1605 Claimed invention...........cccccevvvvvvvrereeeeeeeeen. 2152.01
1606 1609 Continuing application.......... 211.02, 706.02, 708
Duty of candor and good faith..... 2001, 2001.03 Continuation-in-part.................... 2133.01, 2159.02
2733 2762 Foreign priority effect............cccceeveveirverinennnn. 706.02
Compared to duty to disclose material information..... International convention (See also: Foreign application
2001.04 TrEALES )uvicveieeeceeeee et 213.01
Information disclosure.............ccoooviinnninnnnnns 609 Provisional application............cc.ccceveevreeneene 706.02
Reexamination..............cocoeininiiieiinccns 2280 PUBlCAtON. ..o 715.01(c)
Duty of diSCIOSUre........ccoiiiiiiiiiiiiiii e 2000 Eighteen-month publication (See also: Pre-Grant
After patent grant..........occeeeeeeeeeeeniesieseeeinens 2003.01 Publication (PG-Pub) )
Aids to complianCe..........c.ccvveveevevieieeeeieeennn 2004 Election (See also: Restriction Election of species )....
ChECKIISt. ....voocveooveecee s 2004 800
Compared to requirement for information. 704.12(a) Action on nonelected claims................ccceevennne. 819
2005 After multiplicity rejection......................... 2173.05(n)
Compliance With........ccccocevieiiiiiiiee e 2004 After restriction.........ccceeeeeiiiieeee e 818
Continuing applications.................... 2001.04, 2004 Between applications, Conflicting claims... 804, 822
Copending applications............... 2001.06(b), 2004 COoNStructive.........ccoovveveeenenen. 818.02(a). _818.02(c)
Copied ClaimS..........ccceeveveeveeieereereeren, 2001.06(d) In reissue application..............ccccoeveeeiinnins 1450
Duration of.........cccvvvvrerinereanenns 2001.04, _2003.01 Fixed by action on merits........... 818.01, 818.02(a)
Foreign applications.............ccccceeeveunnn.... 2001.06(a) Implied........cocoveieeiiiieieens 818.02(a). 818.02(c)
Information material to patentability..... 2001.04 INtErferenCe......covveiiiiee e 819
2001.05 Optional cancellation..............cccoeveeeieeenenn 818.02(c)
Litigation information _2001.06(c) Original presentation............c.ccoceecerereenen. 818.02(a)
QUESHIONNAINE.......ooiiii 2004 SR 819
Reexamination Treatment of nonelected claims..... 706.03(m), 821
EX Parte .....ccccoovvevieeinie e 2014, 2280 to 821.03
Inter partes ......ccecveevveeesceneeenne, 2003.01, 2684 In reissue application.............occcueeeeeiiiinneeenn. 1450
Reissue application..... 1406, 1418, 1448, With traverse..........cccocvevviiiciciees 818, 821.01
2001.06(c), 2003 WithOUL traVEISE......ccvvvevreeereeeeeeeeeeveveee e 821.02
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Election of species — English language faulty, new specification

Sec. No.
Election of species
Allowable generic claim lacking................. 809.02(a)
BasiS.....cccoiiiiiiiene e 806.04, 808.01(a)

Canceling species claims..... 818.02(c), 821.01,
821.02

Design application...........cccevevveiiieeenieeennne 1504.05
Implied........ccooeviiiiienecie 818.02(a), 818.02(c)
Reissue application.............ccccvveeeiiiiivieneesinnns 1450
Requirement...........cccccceveevennn.n. 806.01, 809.02(a)
Requirement, prior to search..................... 808.01(a)
Species claims lacking............... 806.01, 818.02(b)
Electronic access to published applications........ 1128

Electronic databases (See also: PALM PAIR).....
707.05(e), 719.05, 901.06(a). _902.03(e). 1730
Chemical abstracts services........... 901.05, 901.07

Derwent's World Patents Index (WPI)..... 901.05
901.07

[DI7- 1o To TR 719.05, 901.07
e- Official Gazette — Patents (eOG:P).............. 1703
EAST....cooiieieeeee e 719.05, 902.03(e)
Full-text and full-page images of U.S. patent related
databases.......ccccceviviiiiii 1730
International Patent Documentation Center
(INPADOC)......ceeiiiieeiiieeeiiee e 901.05, 901.07
LEXIS-NEXIS.....ccuvieeeeiiiiieiee e 719.05
Official Gazette Notices ..........ccccvcvvvivivrninennns 1703
Patent Grants Database....................... 1703, 1730
Questel-Orbit........cccceeeeiiiiiinieeis 719.05, 901.07

TESS (Trademark Electronic Search System).. 1703
1730

WEST....oiiiiiee e 719.05, 902.03(e)
Electronic Business Center (EBC)...........c.ccu....... 1730
Electronic document.............cccccccvvviviveeeenenen. 707.05(e)

Electronic filing system-Web (EFS-Web)..... 502.05
503

Actions permitted by registered users........... 502.05
Actions permitted by unregistered users....... 502.05
Alternatives to using EFS-Web...................... 502.05

During unscheduled outages (EFS-Web
Contingency Option).........cccccveeeviiiiieeeeens 502.05

Certificate of TransSmMisSIiON...........cccceeevviiieeeeennnee 512
Document description codes...........ccceeueee. 502.05
Document formats.........cocceeeeiveeeiiieeinienenne 502.05
Electronic Acknowledgement Receipt........... 502.05
Ex parte reexamination request and follow-on
PAPEIS....iiiii 502.05, 2224
Inter partesreexamination request and follow-on
PAPEIS. .ot 502.05, 2624
Petition to accept unintentionally delayed payment of
maintenance fee.........cccocceevviiieneenne 502.05, 2590
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Sec. No.

Pre-grant (eighteen month) publication submissions
via...... 502.05, 1121, 1129, 1130, 1132, 1133

Reissue application and follow-on papers..... 502.05,
1410

Sequence listing submissions via..... 2421.01
2422.03, 2422.03(a), 2422.04, 2422.07

Electronic funds transfer to replenish deposit account...
509.01

Electronic Information Disclosure Statement (e-IDS).....
609.07

Electronic mail..... 502.03, 713, 713.01, 713.04,
713.05

Electronic patent assignment system (EPAS).. 302.10

502.01 502.05
Electronic Priority Document Exchange (See also: PDX
) ettt 215.01, 215.02(a)
Electronic Processing of Information Disclosure
StatemMEeNt........oooiii 609.08
Electronic publications
Availability as prior art..........cocccoeeeeiiiiiiineenens 2128
Citation Of.....ccvveiieiiee e 707.05(e)
Hyperlinks t0.........cccccvevevveennnne. 608.01, 608.01(p)
Search for......ccooee e 904.02(c)
Employee number..................... 711.04(b), 901.01(a)
Employees of U.S. Patent and Trademark Office,
property interest in patent...........ccccceeeviieeeeeeiinnen. 309
Enablement..........ccccooviiiieniiiiiieen. 706.03(c), 2164
Burden on the examiner............c.ccccceveeennine 2164.04
Commensurate in scope with claims........... 2164.08
Critical feature not claimed.................. 2164.08(c)
Inoperative subject matter................... 2164.08(b)
Single means claim..............cccoeevvee... 2164.08(a)
Compared to ULlity.........coooueeeeeiiiiiiieeeens 2164.07
Design patent application........... 1503.02, 1504.04
Duty or disclosure of information relevant to.....
2001.04
Evidence Of ... 2164.05
Examples of enablement issues.................. 2164.06
Form paragraphs used to reject................ 706.03(c)
Reduction to practice...........cccuvveeeeiiiiiennenne 2164.02
Relationship of predictability................cc...... 2164.03
Specification must be enabling
As of the filing date............ccccoeernieee. 2164.05(a)
To persons of ordinary skKill................. 2164.05(b)
Test of enablement...........cccovveiiiieeiinnns 2164.01
35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth
paragraph limitations.............cccccoeeveeee. 2181, 2185
Energy, Department of....................... 115, 706.03(b)

Energy, related applications, special status...... 708.02
English language faulty, new specification.... 608.01(q)
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English language required — Examiner

Sec. No.

English language required................. 302.02, 608.01
Enrollment and Discipline, Office of (See also: Office
of Enrollment and Discipline )
Entity, micro, claiming status as (See also: Micro entity
status )
Entity, small, claiming status as (See also: _Small entity
status )
Entry of amendment (See also: Amendment ). 714.18
Environmental Quality Program...............cc...... 708.02
Equity (civil action)

Under 35 U.S.C. 145........cccevvernene 1216, 1216.02

under 35 U.S.C. 146.......cccceerviiieenieiiieseeene 1216
Equivalents in art...........cccceeevnene 904.01(b), 2144.06
Erasable (specially coated) paper.................... 608.01
Erasure in specification, before execution........ 608.01
Errors (See also: Correction _of patent )

Correction of patents.........ccccceevveeeiiieeeieennnne 1400

Deceptive intent..... 1401, 1412.02, 1412.03,
1412.04, 1414, 1414.02, 1414.03, 1444, 1448,

1451, 1457, 1481.02, 1490, 2022.05
REISSUEB.....cii i, 1401 to 1470
Title dOCUMENTS.....cvieiiiiiiice e 323
Withdrawal from iSsue.........cccocieiiiiiiienenn. 1308
Essential material............ccccvvveeiiiiiieeeeeniins 608.01(p)
Establishing right of assignee to take action in
application..........cccooceievie i 324, 325
Estoppel
Abandonment..........c.ccceiieiiniiiiene e 711.03(c)
Collateral.........cccevieeiiiii e 2012.01
In ex parte reexamination.................ccceeee.n. 2259
In inter partes reexamination....................... 2659
Defensive publications..............cccccvvvveeeiinnen. 711.06
Different inventive entities and commonly owned
applications...........ccoei i 804.03
INterferenCe......ccceeeeeeeeieiiiiiieeeeeeees 715, 2138.01
Reasons for allowance.............ccccovveeinnenn. 1302.14
Reissue proceedings........ccccceeeriniieenennninns 2012.01
Terminal disclaimer............cccccocceeenn. 804, 804.02

European Community Design treaty (See also: Treaties
)
European Patent Convention (See also: _Treaties )
European Patent Office (EPO)..... 120, 609, 901.05,
901.07, 1801, 1840, 1840.01, 1850, 1860, 1865,
2422.04
As a PCT Chapter | international searching authority.
1840.01
Evidence, of public use or on sale..... 2133.03 to

2133.03(b) 2152.02(c) 2152.02(d)
Evidence submitted with protest..................... 1901.02
Rev. 07.2015, October 2015
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Sec. No.

Examination guidelines for AIA 35 U.S.C. 102 and

L03 et 2150
Examination guidelines for applying reference under
pre-AlA 35 U.S.C. 102(€).....ccocvvervvernrannnn. 706.02(f)(1)
Examination of application...........ccccccccveeiniiinnenn. 700
Accelerated Examination..............ccccccveeene 708.02(a)
Confidentiality during.........cccccevvieennieeeneeene 101
Deferral of 709, 1002.02(d)
Order Of....ocveeeiiii 708 to 708.03
Piecemeal..........ccccviiiiiiii e, 707.07(q)
PUIPOSE. ... 701
REISSUE......evveiiiieeiiiee e 1440, 1443, 1445
Secrecy order application............ccccevvveeenieeenne 130
Statutory authority.........oocceieeiiiiiieeeeeeee 701
SUSPENSION Of..iiiiiiiicicir e 709
Examiner
ACHON. ..t 707
Action counted............coevvviiiiiiiiieieee e, 1705
AFfidaVit........oooiii 2144.03

Assignment of application for examination.....

903.08(b)

Assignment of ex-parte reexamination............ 2236
Assignment of inter partes reexamination....... 2636
Assistant.............oocccecciciis 707.01, 707.02

Citing prior art in an issued patent inappropriate.....
2203

Classification (See also: _Classification examiner ).....
903

DISPOSAIS. .. .eviiiieiiiiiiie e 1705
Duty of candor and good faith to.................. 2001.03
Employee number..... 711.04(b), 901.01(a), 905.05
Expressing opinion of validity........................... 1701
Name......ccoevieenieiieeneeee 502, 707.09, 1302.13
New action indicated by primary................... 707.01
Previous action by another examiner
Allowed claims........oocvieeeeiiiciiiiee e, 706.04
INEEIVIEW. .....eeiiieiiiiecee e 713.01
SearCh....cooiiiiii e 704.10
Primary
Actions requiring personal attention..... 707.01,
714.16 715.08 1004
Name on file wrapper.........ccocceeeviineeeenn. 1302.13
Pursuit of bounties prohibited................ccccnee. 1701
Reasons for allowance................cccceeveennenn 1302.14
Resigns, old cases special..........cccccceevvinneen. 708.03
Suggestion of allowable claims.................. 707.07(j)

Supervisory (See also: Supervisory patent examiner

Telephoning attorney...........cccccceeeee. 408, 1302.14



INDEX

Examiner — Examiner’s letter

Sec. No. Sec. No.
Testimony as patent expert..........occceeeeernnns 1701.01 Reply brief.........oo e 1208
Time and Activity Report............c......... 1704, 1705 Special status
Time reporting for ex parte reexamination....... 2238 Examiner’s letter (See also: Action )........cccccuveennee 707
Time reporting for inter partes reexamination... 2638 AbandonmeNt.........ccccooveieiiieeeriie e 711.02
Treatment of Protest.........ccccevevveercneesinnennn 1901.06 Advisory action............cccceeevveennee 706.07(f), 714.13
Examiner docket, time, and activity recording..... 1704, Amendment after final rejection.................... 714.13
1705 Arguments answered.............cocoovevevueurenn. 707.07(f)
Examiner Reissue Guide and Checklist.............. 1443 Cancellation of nonelected claim..... 821.01, 821.02
Examiner’s action (See also: Action Letter, Examiner’s Claim allowable except as to form..... 707.07(a)
) e e e e e e et e e e e e aanreeeas 707 707.07(j) 710.02(b) 714.15
Examiner's amendment................ccooooininn 1302.04 Claim SUMMATY.......c.oveeeeeeeeeeeeeeeereeeens 707.07(i)
Abstract changed by..... 608.01(b). 1302.01, Complete and Clear.........ccooveeeeeeeeeeeeenan. 707.07
1302.04 Copies of references.........ccccccevveveiineennns 707.05(a)
By initialing........ccveeiiiiiiee e 1302.04 COPY 10 APPHCANt....vveoooeeeeeeeeeeeseeeeeeeeseeeeeee 707.12
Claim, antecedent basis in description...... 608.01(0) Correction, period for reply........ 707.05(q). 710.06
Claim lost in interference............coo.oveenne 2308 Correction of citation...........cccccveeeeiiieennns 707.05(q)
Claim, numbers identifying..... 1302.01, _1302.04(g) Date StAMPEd..........coovvevereeeereereeseeerenean 707.11
Claims, nonelected invention, canceled..... 821.01 DecCisions, Cited..........cooverivieiieiiee e 707.06
M, L Election of species required, concluding paragraph....
Defensive publication.............ccccoevvieniininins 711.06 809.02(a)
Deposit account charge................. 1302.04. 1730 Examiner signature at end of letter................ 707.09
Drawing COITeCtion................... 608.02(w). 1302.04 Examiner's amendments........... 706.07(f). 1302.04
Extension of time required for.................... 106.07(f) File wrapper entry...........c.c.ccccouee... 707.10, 719.01
Formal matters.................c.o.o..... 1302.01, 1302.04 Final rejection, clearly stated...........cc........... 706.07
IFW @ppliCationS.......oovvvvveiriiiees 1302.04 Final rejection, concluding statement............ 706.07
Informalities corrected...........ccccovvvveinieennnne 1302.04 Final rejection, patentability report............ 705.01(a)
Non-compliant amendment, treaiment of..... 714, Formal matters..... 707.07(a), 707.07(e). 707.07(j).
1302.04 714.02
NO NEW MAMET......covoninirineee £608.01(0) Informal application............ccccooiiiiiiiinnnnn. 702.01
Plant patent application practice...................... 1610 Initialed by examiner...........ccccceeeeiiiineeninns 707.08
Reexamination Language in rejecting............cococevereeneen. 707.07(d)
EXPANE oo 2281, 2287 e O 707.12
Inter-partes Memorandum Cited...........cccccvveviiiiireeeniiinnnn. 707.06
Canceling rejected claims........... 2671, 2687 New drawing required 608.02(b)
Correcting formal matters...... 2687, 2687.01 New examiner, primary examiner indicates.... 707.01
In merged reissue/reexamination...... -2686.03 Notices Cited......covvererrieiiiiiieenie e 707.06
Not permitted if approval required..... 2687.01 Numbering of paragraphs.............c..c....... 707.07(k)
To the Title............ 2660.02. 2686.03. 2687 Omnibus rejection..........ccveeeeeeiiiieeeeennine 706.03(e)
Reference citation corrected................... 107.05(q) Orders Cited........coeveerieriiienie e 707.06
Title_ of application..........ccccooiieiiiiiiiis 606.01 Outstanding requirements........................ 707.07(e)
Examiner's Answer Personal matter excluded...............cc.ccc.... 707.07(d)
Appeal conference not held............. 1003, 1207.01 Piecemeal prosecution..............cccceveeeenes 707.07(q)
Counted as a disposal......... Power of attorney invalid or lacking.................... 402

New ground of rejection Preliminary amendment in new case..... 709,

New interpretation of law..........cccceevvneennee. 1207.02 714.01(e)
TC Director’s attention required.................... 1003 Primary examiner’s attention required, list........ 1004
Reexamination References, citation.. 707.05 to _707.05(g), 901.04,
EX PAIE woooveeiveeiecieeeete ettt 2275 901.05(a)
INter-partes ......ooeeeeeiiiiiie s 2677
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Examiner’s letter — Extraordinary situations

Sec. No.

Refusing entry of amendment after Board decision....
1214.07

Rejection of claim corresponding to claim of patent....
2302

Sec. No.
Exhibit, handling............ccoooeveiiiiiiiee i, 608.03(a)
EX parte questions.........cccccoeveieeeiiniiiieneennne 713.06

Expedited Right of Appeal Notice....... 2671, 2673.02
Experimental use (See also: Public use)..... 2133.03,

2133.03(e), 2152.02(c), 2152.02(d)

Remailing........cccooveivieeeiiiiceic 707.13, 710.06
Requirement for information....... 704.10, 706.02(c)
Restriction requirement..............ccccceeeeee 803, 817
REtUMNEd. .....coiiiiiiiiieree e 707.13
Reviewed by examiner...........cccccovveeviinennnne. 707.08
Shortened time for reply.........ccocciiiiien. 710.02
Signature........cccceeevveenns 707.09, 707.10, 1302.13
Statement of rejection...........ccocceeeiiiennee. 707.07(d)
Status letter reply......ccoviieeeiiiieeee e 203.08
Statutory basis........coceeeiiieeeiiiieneeen 707.07(d)
SUMMAATY...ceiiiiiiieeiie e 707.07(i)
Supplemental..........ccoooiiieiii e 710.06
undelivered.........cccoeivveeiiiiiiniecc e 707.13
Examiner’s search facilities, use regulations......... 510
Example, Comments ON..........cccceeveivieeeeeenne 707.07(1)
Example, Operative..................... 608.01(p), 2164.02

Example, Prophetic, simulated or predicted.. 608.01(p)
Excess number of claims for fee, after notice of

AllOWANCE.......cceeeeeeeccee e 714.16(c)
Excess number of claims over number of claims
previously paid for............ccccevnee. 714.01(e), 714.10

Excluded attorney or agent..... 105, 407, 713.05,
714.19

Execution of oath................ccooiiiiiiiiinns 602.08(b)
Executive Order
NO. B4B4.....ccciiiiiiiee et 1608
No. 9424 302, 302.06, _302.08
NO 10,096.......cumieiiiieeiiieesiieeeeeeseee e siee e 509.02
NO. 10,358.....cccutiiiieeiiiieiee e 710.05
NO. 12,598....cccciiiiiiiieeiiciiieeeeees 115, 120, 121
NO. 13,292 .cciiiiiiiiiiieee e 115, 121
Executor or administrator............cccccceevvnee.. 409.01(b)
Allowance and iSSUE€...............ceeeeeeecnnnnnns 409.01(b)
Application by, after discharge................... 409.01(b)
Assigned application, inventor dies........... 409.01(b)
AULNOTILY ... 409.01(b)
Consular certificate..........ccccvveeenne 409.01(b), 410
Foreign country.........ccoovveeeiiiiiienc e 409.01(b)
Heir..oooveeeiee 409.01, 409.01(a). 409.01(b)
Intervention not required............cccocvvennee 409.01(b)
Joint inventors, inventor dies..................... 409.01(b)
EXNIDIt......vveieeecc e 608.03
Exhibit, Affidavit under 37 CFR 1.131..... 715.07,
715.07(d)
Exhibit at interview............cccocevvveeeiiiiiieee e 713.08
Rev. 07.2015, October 2015

Commercial exploitation..... 2133.03(e)(1),

2152.02(c), 2152.02(d)
Completeness of the invention............ 2133.03(e)(3)
Factors indicative of... 2133.03(e)(4), 2133.03(e)(5)
Intent to experiment..........ccccoeeeeevnnen. 2133.03(e)(2)
Reduction to practice.........c.cccoceuveeeee.. 2133.03(e)(3)
Testing by third party.. 2133.03(e)(5), _2133.03(e)(7)
Testing, developmental....................... 2133.03(e)(6)
When experimental use ends............. 2133.03(e)(3)
EXpert testimony..........ccccovvvieriiie e 1504.03

Expiration date of patent (See also: _Term, Patent )

Adjustment under 35 U.S.C. 154..... 2710, 2720
2730

DeSIgN....ccvviiie e 1502.01, 1505
Extension under 35 U.S.C. 156.......... 2750to 2764
Plant........oceeee e 2701
UIlIEY o 2701
Export control of patent applications.................... 120
Exposure of papers during interviews..... 101, 713.07
Expounding patent law...........ccccovcvierieeeinineene 713.02
Express abandonment...............ccccuvveeee. 711, 711.01

To avoid publication of application..... 711.01, 1125

Express Mail service (See also: Priority Express Malil
service )

Expunge information in application file..... 724.05
724.06, 1002.02(b), 1002.02(c), 2267, 2269

Index-32

Extension of shortened reply period............ 710.02(e)
Extension of time... 706.07(f), 710.02(e), 1002.02(c)

For filing brief..... 1203, 1205.01, 1206, 1208,
1215.04

For filing continuing application................. 201.06(c)
General fee authorization.............c.cccoveee. 710.02(e)
Reexamination
EX Parte ...cccooeveveveeieeiieeeeeen 1002.02(c), 2265
Inter partes ............. 2648, 2665, 2672, 2682
REQUESL......cccveeeecreeieireene, 710.02(e), 1002.02(c)
Extension, patent term (See also: _Term, Patent )
Extraordinary situations
Abandonment, revival..............c.cccceennnnnn 711.03(c)
Deferring iSSUE.......c.covvieeiiiiiiiiiiee e 1306.01
Interview after ISSUe........cccevvveveriiee i, 713.10

Reexamination, ex parte ..... 2227, 2265, 2274,
2283

Reply period reset..........ccoeeeiiiiiiieniiiniiee. 710.06




INDEX

Extraordinary situations — Fee

Sec. No.

Suspension of rules..........cccoovieiiiniiieens
Time to file........ccoeeeiinnen.
Withdrawal from issue

F
Facsimile transmission
Assignment documents.................. 302.09, 502.01
Central Number.........cccovvvveeeeiiiiieneee
CorresponNdencCe..........covcueeeviuieeenieeeeieee e
Declaration or oath
PCT international application..... 1805, 1834.01
1865 1893.01(a)(1)
Maintenance fees........ccoovvviiiiieniiie e 2510
Permitted types of correspondence............... 502.01
Prohibited types of correspondence.............. 502.01
Reexamination
Ex parte .......... .. 2224
Inter partes 2624
Secrecy order application, not permitted..... 120,
502.01
Supplemental examination..............ccccccceeerenne 2806
Federal Circuit (See also: Court of Appeals for the
Federal Circuit (CAFC) )
Federal holiday
Abandonment date............cccoeeiiiiiiiiineenn. 711.03(c)
Appeal brief........ccooceeiiiii 1205.01, 2274
CiVil @CHON......eeieiiiieeie e 1216
Continuity between applications................ 211.01(b)
Effect on Mail Express Service...........cccceveeennnee 513
Effect on reference..........cccccevvveeenineennnen. 706.02(a)
Filing date..... 502, 502.01, 502.05, 505, 512,
513
Foreign application copendency......................... 213
Foreign patent............ccoccveeeeeninnnen. 2135, 2135.01
Maintenance fees..........ccooeeviinniinenen. 2504, 2506
Papers not received............cccceveeiiiiienennn. 502, 503
Period for reply ending on................... 505, 710.05
Prior art effective date.............ccccevviieeeen. 706.02(a)
Provisional application copendency............... 201.04
PTO business hours
Reply period........ccccooiiiiiiiiiie e
Statutory bar..... 2133, 2152.02,
2153.02
Statutory period.........ccccveeeeeiiiiiiereeeiiineen.
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Sec. No.
Unscheduled closings........ccccocvveeeiiiiiiieeeenn. 213.03
Federal license rights
Federal Rules
Rule 8(b) Cited........coeviiiiiiiieiiee e 410
Rule 11(b)
Cited...vvv e 402.03, 410
Reproduced..........ccceevivieeiiiieiiee e 410
Fee (See also: Refunds )
AAAIESS...evviiie et 2540
APPEAL.....eiiiiii e 1204
Appeal forwarding fee..........ccccoviiieiennins 1208.01
Assignment recording.........cccoeveveenieeeiiieennns 302.06
Credit card payment of...........cc.c...... 509, _706.07(f)
Current amounts available on USPTO Web site.....
509, 1730
DOCUMENL SIZE....cciiieieee e 2810.01
Electronic copy of sequence listing................... 2435
Examiner's amendment...........ccccooeiieeeennn. 706.07(f)
Extensions of time...........ccccceveeiiiiiiieeeens 706.07(f)
FiliNG. e 509, 607
Claims in excess Of......ccccceeiiiiiiieiiiiiieeeee 607
Dependent claims..........ccceevvieeeniieenne 608.01(n)
Deposit aCCOUNt........cccvvvieeeeeiiiiee e 509.01
INadequate. .......cccooocveeeieiiiiiie e 509
International application....... 1805, 1810, 1827
Basic national fee for national stage entry.....

502.01, 502.05, 509.03, 512, 1834.01,
1893.01(a), 1893.01(a)(1)., 1893.01(c).

1893.02
Micro entity Status..........ccccceeeeeiiiciieieaennnns 509.04
NON-ElECIrONIC.....uveeieieiiieeieee e, 607
Nonprovisional application.................... 601.01(a)
Provisional application..............cccceene. 601.01(b)
Reduction for micro entities....................... 509.04
Reduction for small entities....................... 509.02
Reexamination
EX parte ..o 2215
REISSUE......cciieiie e 1415
Return Postcard Receipt................. 503, 607.02
Small entity.......ccovvveiiiiiiiiee e 509.03
Issue (See also: Issue fee )
Maintenance (See also: Maintenance fees )
Payment..........ooviiiiiiiie e 509
by EFS-Web........ccooovviiiii e 502.05
Petition to revive.............ccooeeeeccciiiiiinienns 711.03(c)
Publication fee..... 1126, 1133, 1303, 1306,
1306.03
Reduction for micro entities............cccceeeeuneee. 509.04
Reduction for small entities....................c..... 509.02
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Fee — Final rejection

Sec. No.
Supplemental examination.......................... 2810.01
Field of search......... 904, 904.02, 904.02(a), 1701
Notation in file..........ccooeeeeeeiieiiiiiiiiiiinnn, 719.05, 904
Field of search, notation by examiner..... 705.01(a),
719.05, 904 904.02(a)
Figures (See also: Drawings )
File Information Unit (Record Room)..... 102, 103,
711.03(d), 711.06 1730
File wrapper/history (See also: Image File Wrapper
TIEWV) )ittt e 719
Action entered..........cccceeiiiiiiei e 707.10
Allowed case data entered..............ccceevnneee. 1302.09
Amendment endorsed...........ccceviiieniiiennnnen. 710.05
Assignment endorsement............cccceeeeiiiiieneenn. 303
Civil action diSposition...........cccoccvveeriviennne. 1216.02
Classification data...........cccceevveeeiiiieeenieeenne 719.03
Classification history..........ccccocviieiiiiinnnenn. 719.03
ComMPIEtENESS.......cveiiiieiiiie e 724.01
Continuation, Former Rule 1.62 (FWC)
Public aCCeSS......uuviiiiiiiiiiii e 103
RESHICHON. ..., 819
Data entered ON..........ccceeevvveennne 710.05, 1302.09
Field of search..........cccccoiiiiis 719.05
Field of search, patentability report........... 705.01(a)

Foreign application cross-noting.... 202, 1893.03(c),
1895.01

Sec. No.
International application.............cccccovviieieennnnns 1810
Later filed application as disclosure.......... 608.01(p)
Patent Cooperation Treaty (PCT).......ccccceevveenne 1810
Petition..... 506.02, 513, 601.01(b), 601.01(c),
601.01(f), 601.01(q)
Priority Express Mailing date............... 506.02, 513
Refusal to accord..........ccoceeviieiiiiiiiniiecnen, 506.02
Review of refusal to accord.............cccceeveenne. 506.02
Subsequent publication as disclosure....... 608.01(p)
Filing date of reexamination request
EX parte .....ccccooviiieiiiiieee e 2214, 2215

Filing date of request for supplemenatal examination....
2812.01

Filing fee (See also: Fee Refunds)..........c......... 607
Continued prosecution application (CPA)... 201.06(d)
Of a reissue application............c.ccceeeeennnnne 1415
Deposit aCCOUNL........ccoveeeiiiieeiiiee e 509.01
INAEQUALE. .......eeeeiiiieeciic e 509
Reduction for micro entity............cccccoeeeeninns 509.04
Reduction for small entities.............cccccveennee. 509.02
Reexamination
EX PArte .ooeeeeiiiieiiieeeeeee e 2215
Reissue application............cccvveeeeiiiiieieeesninnn, 1415
RetUrN......coo i, 503, 607.02
Filing receipt (See also: Postcard, self-addressed ).....
503
Final action (See also: Final rejection )
Final Board decision in inter partes reexamination.....
2681 2682
Final data capture..........coccevieiiiiiiiiien e 1309
Final reJection..........cccoveeeiiiiienece e 706.07
Amendment after...........ccoceeeeennnnn. 714.12, 714.13
Amendment after, entered in part.................. 714.20
First action.........ccccoeiiiieieiiieee e, 706.07(b)
INEEIVIEW. ...ttt 713.09
Letter. e 706.07
Patentability report.........c.cccocvvevieeiniinens 705.01(a)
Petition to vacate..........c.cccccevvvenecicnnnnn, 1002.02(c)
Premature.........ceeevveviiiiiiis 706.07(c)
Premature, Withdrawal of..............ccce.. 706.07(d)
Primary examiner’s attention required.............. 1004
Request for continued examination (RCE).....
706.07(h)
Reexamination, ex parte ........cccccccevvvveneennnns 2271

Reexamination, inter partes (See also: Action: Closing
Prosecution _in __inter partes reexamination )

Foreign filing date entered on....... 719.06, 1302.06
Index of claims.........cooviiiieeeiiiiiiie e .. _719.04
Licensing and Review stamp............ccccceeeeiennneee. 140
Notes to application of another party.................. 101
PapPers iN......ccoviiiieeie e 719.01
Parent application notation on........... 202, 1302.09
Printout of search history..........cccccccoviiieeen. 719.05
Relation of application noted on................c........ 202
Residence changed...........ccocceveeiiiiiieeceninns 719.02
Return of paper entered on..................... ... 719.01
“Searched” box entries.........cccccvcvveriveenrnenn. 719.05
“Searched notes” box entries............cccceeevvee. 719.05
Signing by primary examiner.............ccc....... 1302.13
Statutory period ends on nonworking day..... 710.05
Files Repository.......ccccceeevviieeeciiiiiieeee s 711.04(b)
Filing date..... 201.06(c), 502, 503, 505, 506,
506.02
Continued prosecution application (CPA)... 201.06(d)
Effective, prior application..... 211.02, 706.02
2133.01 2152.01 2154.01(b)
EFS-WeD.....ooiiiiee e 502.05
Foreign application, Convention date (See also:
Foreign application )..........ccccceevevvreviveeenineenns 214.03
Rev. 07.2015, October 2015
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Secrecy order application............cccceeeviiieeeeennnes 13
SPECIAL ..ee et 708.01
Time for reply...cccccveeeviciiieiee e 706.07



INDEX

Final rejection — Foreign application

Sec. No.
Transitional procedure.............ccceeeeeinnnnee. 706.07(q)
When proper........... 706.07, 706.07(a). 706.07(b)
Withdrawal..........coooieiiiiiiececee 706.07(e)

Withdrawal, Primary examiner’s attention..... 1004,
1005

Sec. No.

Grace period inventor or inventor-originated
disclosure..... 717to 717.01(f), 2153.01,
2153.02 2154.02 to 2154.02(b)

Joint Research Agreements

OVEIVIEW. ..tiieiiiee ettt 2151

First Office action form...........ccccceiiiiiiine 707
First action on the merits (FAOM) (See also: Letter,

Examiner’s )
Five year pendency.........ccccccceeveueenns 707.02, 708.01
Flowchart for

Effective date under pre-AlA 35 U.S.C. 102(e).....
706.02(f)(1)

Withdrawal of premature.............ccccoeeeeee. 706.07(d)
First action final rejection.............ccccecveennee. 706.07(b)
INan RCE......ccoecevieerieieinen, 706.07(b), _706.07(h)
First inventor to file provisions of the Leahy Smith
America Invents Act (AIA)
Affidavits or declarations under 37 CFR 1.130.....
717.01 to 717.01(f) 2155
Claiming same invention....................... 717.01(d)
Enablement..........ccccoooiiii 2155.04

Evaluation of..... 717.01(a)(1), _717.01(b)(1).

717.01(e)
Formal requirements............cccceevveeennee. 717.01(c)
Showing disclosure was made by inventor.....

. a .
717.01 2155.01

Showing prior disclosure of subject matter by

(10175141 (o] S 717.01(b), 2155.02
Showing disclosure was subject matter obtained
from inventor.................... 717.01(b)(2), 2155.03
When available...............cccuueee. 717.01, 2155.06
When not required...........cccoovvveeriieeinneenn. 717.01
When unavailable..................... 717.01, 2155.06
Who may file........cccovvvenens 717.01(c), _2155.05
Determining whether application is subject to first
inventor to file provisions

Applications filed before March 16, 2013.....
2159.01

Applications filed on or after March 16, 2013.....
2159.02

Applications subject to both pre-AlA 35 U.S.C.
102(g) and AIA 35 U.S.C. 102 and 103.... 2159.03

Transition application.............cccccoevveeeennn. 2159.04
Effective filing date of claimed invention...... 2152.01
Improper naming of inventors.............cccccveenee. 2157
Joint research agreements............cccccoecvvveneennn. 2156
Prior art

Under AIA 35 U.S.C. 102(a)(1)..... 2152.02 to
2152.04

Under AlA 35 U.S.C. 102(a)(2)..... 2154 to
2154.01(c)

Under AIA 35 U.S.C. 102(d)..........c..... 2154.01(b)
Under AIA35 U.S.C. 103......ccccceciirieiieen. 2158

Prior art excpetions under AIA 35 U.S.C. 102..... 717

to 717.02(d), 2153, 2154.02 to 2154.02(c), 2156
Commonly owned or under obligation of
assignment......... 717to 717.02(d), 2154.02(c)

Index-35

Examination of computer-related inventions..... 2106

Genus-Species guidelines...........ccccccceeee.. 2144.08
Determining the Meaning of a claim term not invoking
LA2(F) e 2111.01
Reexamination provisions, ex parte ............... 2201
Reexamination provisions, inter partes ...... 2601.01
Reformed PCT System.........cccevcvveiiieeinieeenns 1842
Supplemental examination.............cccceevvveennnen. 2801
Transitional after-final procedures (37 CFR

1.129(8))ccuveernreerireeree sttt 706.07(q)

Treatment of applications having conflicting claims.....
804

FIOW SNEEt.......ccciiiiiiiiicieee e 608.02
FOIA (See also: _Freedom of Information Act (FOIA) )
FONt, tYPe..iveoveieieeieieeeceie e 608.01, 1504.01(a)

Foreclosure (See also: Assignment: Security interests

)

Foreign application (See also: International application

AS PO At 706.02, 2127
Certificate of correction to perfect priority..... 216.01
1481, 1481.03

Certified copy to avoid reference..... 213

706.02(b)(1), 706.02(b)(2)
Certified copy not filed..........c.ccocveirneeen. 214.03(VI)
Cross-noting on file wrapper/history................... 202
Date entitled t0..........coooiieiieiiiiiiiee e 213
Design patents..........cccoecveeerneeen. 1504.02, 1504.10
Determination of priority..........cccccccevvneee.. 213, 216
DISCIOSUIE.....ciiiiiiie e 216

Duty of disclosure of information cited..... 2001.06(a)

English language translation for benefit of date.....
213, 213.06, 216, _706.02(b)(1), _706.02(b)(2)

Ex parte reexamination to perfect priority.... 2258.02

Filed more than a year before U.S. application... 213,
214.03
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Foreign application — Form letters and forms

Sec. No.
Great Britain............coooeeeeieiiciiiiiinnns 213.03, 216
Identification............cccovviiiiiiiiieieeee e, 214.04
Incorporation by reference in U.S. application..... 217
Inter partes reexamination to perfect priority.... 2658
License to file.......ccuveeiviiieiiiiiieees 140, _706.03(s)
Listed on oath/declaration.................... 213.02, 214
No claim for priority.......ccccceeevieeeviieeiiieeeee 214.02
No reference made in declaration.................. 214.03
Notice to Office after nonpublication request..... 1124
Noting earliest date in file history/wrapper.......... 202
Ordering COPIES. .....cueeiiiieeieeiiiiieeeee e 901.05(c)
Overcoming reference which is................ 216, 715
Prior art cited in related..................c........ 2001.06(a)
PO ... 213
Papers not filed.........c.ccoocveeiiieciii e, 214.03

Petition for unintentionally delayed claim for priority....
214.02, 215.02, 1002.02(b), 1402, 2258.02,
2658

Priority document in parent application..... 214.03
215
Reissue application claiming foreign priority..... 1402,
1417
Ribboned........ccccoovviiiiiii 608.01
Same INVENLION.........ccveiiiiriiiee e 213
SAL .
Statutory bar.........cccccoeeeevieeeen.
Time limits to submission.....................
Certificate of correction
ReiSSUe........cccvveriiiiiciie,
Translation required.... 213, 213.04, 213.06, 214,
215.03 216, 217
Foreign countries recognized for priority.......... 213.01
Foreign executed oath............ccccvveveiiiiiiieneen, 602.04
Foreign filing, Proving priority... 213.02, 214, 706.02
Foreign filing date
ENtitled t0......cocvveiiiiiiciccec e 216
On file wrapper/history.........ccccoeeiiiiiniiieeeeee 202
Foreign filing license 115, 140
FOIr PCT .o 115, 1832
Foreign language
Application..........cccevveenieene. 608.01, 609.04(a)
Oath or declaration............cccoceveviriiieenennineene 602.06
Foreign patent
Art colleCtion.........ccuveeeeiiiiiiiee e 901.07
Citation........cooveereeereeeeee 707.05(e). 901.05(a)
Citation dates and information..... 901.05(a)
901.05(b), 1851
Classification..........ccccovcveeriveeninienne 903, 903.03
CouNtry COUES......uvvvieiiiiiiiiee e 1851
Rev. 07.2015, October 2015
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Sec. No.

Database search..........cccccccoiiiiiiiininnn,
Document citation, in PCT....
DUPIICALES. ... .eeeeiiiieeiiie e
Effective date.........ccoceeviieiviiiiieee 901.05(b)
Family of (INPADOQC).......c.cccoovennieneennens 901.06(a)
In prior art statement.............ccceevveeene 609, 609.01
Individual country overview............c.ccceeeeee. 901.05
JOUrNals. ... 901.06(a)
LaW OVEIVIEW.....cccveiverieeieiiiiieeeeeiieee e 901.05
Library.....cccoooieiiiiiieeeen, 901.06(a)
Listing at allowance...........cccceviiieiieninnenn. 1302.12
OPPOSItIONS.....eveiiiiieriiee e 901.05
Ordering COPIES.......couvvveiiieeeiiiee e 901.05(c)
Print of, where obtained...............cccccceeen.... 901.05(c)
Reference........ccoccvvveeiiiiiiieneeeeins 706.02, 901.05
TranSTer. ... 903.05
Translation of..........cccccceevveveennens 706.02, 901.05(d)
Unlicensed, same applicant...................... 706.03(s)
Foreign priority (See also: Foreign application ).... 210
to 217
Design patent applications..... 213, 1504.02
1504.10
U.S. effective filing date computed..... 213.01
706.02, 2136.03, 2154.01(a), 2154.01(b)
Formal matter
Allowance and issue... 1302.01, 1302.02, 1302.04
Amendment of application in issue................ 714.16
Claim allowable except for................ 706, 707.07())
Review of action involving............cccccoeiieeeiiniineee
Right of priority
Prior foreign application..... 210to 217, 1402,
1417
Prior U.S. application................ 210, 211, 1405
Specification format...........ccccevviiiiniieeninenn. 608.01
When taken up..... 707.07(a), 707.07(e), 707.07().
714.02
Former employee restrictions............ccccceeeeeninee. 1702
Form letters and forms
Abandonment...........cccveveeniiiniciiien 711.04(c)
Action Closing Prosecution PTOL-2065..... 2671.02
2696
Advisory ACtion.........ccoceeveeenneens 706.07(f), 714.13
Advisory Action — Ex-parte Reexamination
PTOL-467..... 2250, 2265, 2266.01, 2266.02,
2266.03 2272, 2296
Allowability..........ooiiiiiiiiiiii e 1302.03
Amendment received after allowance..... 608.02(z),
714.16(d), _714.16(e)
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Form letters and forms — Form letters and forms

Sec. No.

Amendment after Board decision, refused entry.....
1214.07

Amendment not fully responsive.................... 714.03
Amendment unsigned..........c.ccooeeeniiieenns 714.01(a)
Certification of Micro Entity Status (Gross Income

Basis) PTO/SB/15A .......cccoeveiiiiienieeieens 509.04(a)
Certification of Micro Entity Status (Institution of Higher
Education BasiS) ......cccceccuveereiiiiiiiieeeeis 509.04(b)
Certificate of Correction form PTO/SB/44 or PTO

1050, 1480, 1485

Certificate under 37 CFR 3.73(b) PTO/SB/96..... 324
Certificate under 37 CFR 3.73(b) PTO/AIA/96.... 325

Change of Correspondence Address, Application

PTO/SB/122......ccoiiiiiiiieie et 403, 2542
Change of Correspondence Address, Patent
PTO/SBI123......cciieiiiiiieieee e 403, 2542
Cover sheet, assignment document.............. 302.07
Cover sheet, provisional application
Cited.....coovveveennenn, 201.04, 601
Reproduced.........cooocveiiieiiiiiiiiieeeeeee 201.04
Credit Card Payment Form PTO-2038
Cited.......coevcveennnnne 509, 1302.04, 1306, 2510
Reproduced..........oooveeeiiiiiiiiiee e 509
D-10. it 130, _1304.01
DD FOrm 441.......ccocooiviviiiiiiiieniiie e 120

Death of Attorney, Application ready for allowance.....
406

Declaration for Plant Patent Application PTO/AIA/09..
1604

Declaration for Utility or Design Patent Application

PTO/SBIOL......ccvveeeeeieciiee e 602.01(b)
Declaration for Utility or Design Patent Application
PTO/SB/O1A. ...t 602.01(b)
EFS-WED.....ccoviiiiie e 502.05
Election of species.........ccocveveeiiiiiineeeiins 809.02(a)
Examiner Checklist — Reexamination PTOL-1516.....
2287, 2295, 2296, 2687, 2696
Examiner’s action PTOL-326.......ccccceeeeeeevvivinnnnn. 707
EXaminer's anSwWer..........ccccevueeenieieniieeeniieeens 1207

Examiner’s Biweekly Time Worksheet PTO-690E.....
2638

Fee Address Indication PTO/SB/47
Cited....oooiiiiiei 2540, 2595
Reproduced.........coouveeiiiiiiiiiieeeeeeee s 2595

Final rejection.........coccvviviieenicc e, 706.07

For Design Applications Only: Continued Prosecution
Application (CPA) Request Transmittal PTO/SB/29.....
201.06(d)

For Design Applications Only: Receipt For Facsimile
Transmitted CPA PTO/SB/29A.................. 201.06(d)

Index-37

Sec. No.
45-day Letter.......cccooviiiiiiiiiiiiieee e 150
General Office Action, Ex Parte Reexamination
PTOL-466.......cccuveeeeeeiiieeeeeeeiieee e 2262, 2296
General(Ex-Parte)ReexamCommunicationPTOL-473
(With SSP)...cevvveiieeecieeee, 2250, 2266.03, 2296
Incorrect citation of references, Correction.....
707.05(q)

Information disclosure statement (IDS) PTO/SB/08

Cited..... 609, 609.02, 609.03, 609.04(a),
609.05(a), 609.05(b), 609.05(c), 609.06,
609.07, 609.08, 1893.03(g). 1901.03, 2001.04,
2003, 2004, 2214, 2246, 2256, 2257,

2258.01 2287
REProduced.........occceeiiviieiiiieiiee e 609
Interference Initial Memorandum..... 2302, 2304.02
2304.04(a)
Interfering Subject Matter, Secrecy order
applications........cccvveeeiiii e 2306

International application transmittal (PTO-1382).....
1830

InterPartesReexaminationCommunication (WithSSP)
PTOL-2071....cciiiiieiieeiee e 2696

Inter PartesReexamination Communication (Without
SSP) PTOL-2072...ccciiiiiiiiiiieeieiiiiee e esiiiienee e 2696

Inter PartesReexamination Notification Re Appeal
PTOL-2067.....ccccevveiiieniieaieanns 2662, 2674, 2696

Inter PartesReexamination Transmittal PTOL-2070....
2646, 2647, 2647.02, 2670, 2677. _2696

Interview Request, Applicant Initiated PTOL-413A.....

713.01 713.04
Interview Summary, Examiner Initiated PTOL-413B...
713.04 714.13
Interview Summary PTOL-474, Reexamination.....
2281, 2296
Issue Classification Slip (Blue slip) PTO-328, PTO-270
(031 Yo ORI 1611

Issue Classification, Designs PTO-328..... 903.07
907
Issue Classification Form/Sheet/Slip... 903.07, 907,
1302.09, 1302.10, 1302.13, 2287
DIgEStS...iiiiiiiiiiie e 903.07
Issue Fee Transmittal PTOL-85B.... 307, 308, 324,
325, 512, 605.01, 1306.01, 1306.02, 1309,
1481.01

Maintenance Fee Transmittal PTO/SB/45
Cited.coiiiiieeeie e 2515, 2595
Reproduced..........ccuueeiieiiiiiiiieiiieee e 2595

Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

Rev. 07.2015, October 2015



Rev. 07.2015, October 2015

MANUAL OF PATENT EXAMINING PROCEDURE

Form letters and forms — Form letters and forms

Sec. No.

Notice of Abandonment PTOL-1432..... 711.02

Sec. No.

Notice of Non-Recordation...............cccceennn.... 302.09

Notice of Omitted Items in a Nonprovisional Application
PTO-1669..... 201.06(c), 601.01(d), 601.01(q).

711.04(c)
Notice of Abandonment under 37 CFR 1.53(f) (CPA)
For Design Applications PTO-2019........... 201.06(d)

Notice of Allowability PTOL-37... 601.01(a), 602.03,
608.02(b), 608.02(z), 609.05(b), 710.02(e),
714.13, 812.01, 1302.03, 1302.04, 1455
Notice of Allowance and Issue Fee Due PTOL-85.....
115, 203.08, 509.03, 605.01, 710.02(e), 711.01,
711.03(c), 714.15, 714.16, 714.16(a), 714.16(d),
1126, 1303, 1303.03, 1304.01, 1305, 1306,
1306.02, 1306.03, 1308.01, 1308.03, 1309,
1512, 2001.04, 2406, 2411, 2411.03, 2575
undelivered........cccceeeeeeeiiiiiiiiiiiiieeeeeeeee 1303.02

Notice of allowance, Secrecy order applications
D-10..cciiiiiiiic e, 130, 1304, 1304.01

Notice of Appeal from the Examiner to the Patent Trial
and Appeal Board PTO/SB/31.......cccccocvveinnnn. 1204

Notice of Defective Paper — Ex Parte Reexamination
PTOL-475..... 2250, 2266.02, 2266.03, 2272,
2273 2295, 2296

Notice of Defective Paper — Inter Partes
Reexamination PTOL-2069..... 2666, 2666.01
2666.04, _2666.06, _2666.50, _2666.60, 2696
Notice of Failure to Comply with Ex Partes
Reexamination Request Filing Requirements
PTOL-2077....uviiiiiieeiiieeeeee e 2218, 2227

Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8,1995 PTO-2011

Reproduced.........cooocueeiiiiiiiiiii e 201.06(d)
Notice of Improper CPA For Design Applications

PTO-2012 Reproduced..........ccccovvvvernnnen. 201.06(d)
Notice of Improper Request for Continued Examination
(RCE) PTO-2051................... 201.06(d), _706.07(h)

Notice of Incomplete Nonprovisional Application.....
506, 601.01(d). 601.01(e). 601.01(f), 601.01(g).
2731 2732

Notice of Incomplete Reply (CPA) for Design
Applications PTO-2018 Reproduced......... 201.06(d)
Notice of Intent to Issue Ex Parte Reexamination

Certificate (NIRC) PTOL-469..... 2234, 2250
2250.01, 2256, 2262, 2266, 2273, 2274, 2283,

2285, 2287, 2287.01, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068.............. 2687, 2696
Notice of Non-Acceptance of Patent Maintenance Fee,
PTO-2142.......ooiecieeee e 2531
Notice of Non-Acceptance of Small Entity Patent
Maintenance Fee, PTO-2140................ 2531, 2550
Notice of Non-Compliant Amendment..... 714,
714.01(e), 714.03
Notice of Non-Compliant Supplemental Examinatio
REQUEST.....coiiiiriee e 2812.01

Index-38

2731, 2732
Notice of Overpayment of Patent Maintenance Fee,

PTO-211...ciiiiiiiiiiiiiieieieeee e 2550
Notice of Recordation............cccccevevververnneenn 302.09

Notice of References Cited PTO-892..... 608.01
609.02, 609.03, 609.04(a), 609.05(a), 609.05(c),
609.06, 707, 707.05(a), 707.05(c), _707.05(d),
707.05(e), 2246, 2257, 2646, 2657, 2687

Notice of Special Acceptance of Patent Maintenance
Fee, PTO-2143......ccoiierieeiee e 2530
Notice of Withdrawal from Issue under 37 CFR
L1.3L3(B) vt 1308
Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468........ 2273, 2274, 2296
Notice to Comply With Requirements
Applications For Patent Containing Nucleotide
Sequence and/or Amino Acid Sequence
Disclosures..........cccccevene 2421.03, 2731, 2732
Notice To File Missing Parts of Application.....
601.01(a), 601.01(c), 602.05(b), 607, 710.02(d),

2731, 2732
CPA for Design Applications PTO-2021
Reproduced..........cccevvieveiiiicniieecee 201.06(d)

Notice Requiring Inventor’s Oath or Declaration,

PTOL-2306......ccccvteiiieeeiiieeeiiieesieae e 710.02(e)

Notification of Non-Compliant Brief (use of PTOL-462

discontinued)..........oeeeeeiiiieieii e 1205.03

Office Action — Ex Parte Reexamination PTOL-466...

2262, 2296

Office Action - Inter Partes Reexamination PTOL-2064
Cited............... 2647.02, 2660, 2671.01, 2696
Reproduced.........occvveeeeeiiiiiiieee e 2660

Office Action Summary PTOL-326............ 608.02(h)

Order Granting/Denying Request for Ex-parte

Reexamination PTOL-471.................... 2247, 2296
Reproduced........c.cocvevivieiiiiiciiec e 2247.01

Order Granting/Denying Request for Inter Partes

Reexamination PTOL 2063
Cited. . eeiiiiee e 2646, 2647.02
Reproduced........c.cccveviiiiiiiiieiiec e 2647.01

PCT forms (See also: Patent Cooperation Treaty

(PCT) )

Petition for express abandonment to Avoid Publication

under 37 CFR 1.138(c) Reproduced................ 1135

Petition  for Revival of an  Application
For Application Abandoned for Failure to Notify the

Office of a Foreign or International Filing
PTO/SB/64a



INDEX

Form letters and forms — Form letters and forms

Sec. No.

Cited...oooovviiiiiieennns 711.03(c), 1124, 1135
Reproduced...........cccuveeeenne 711.03(c), 1135
For Application international application abandoned
Unintentionally PTO/SB/64/PCT........... 711.03(c)
For Application Abandoned Unintentionally
PTO/SBIBA.......c.oevveeeeeieie e 711.03(c)
Plant Patent Application (35 U.S.C. 161) Declaration
(37 CFR 1.63) PTO/SB/03........ccoverrienieenreenn 1604
Power of Attorney
For applications filed before 09/16/2012
Power of Attorney or Revocation of Power of
Attorney With a New Power of Attorney and
ChangeofCorrespondence AddressPTO/SB/81

........................................................ 402.05(b)
Power of Attorney to Prosecute Applications
before the USPTO PTO/SB/80............ 402.07

For  applications filed after 09/16/2012
Power of Attorney to Prosecute Applications
before the USPTO PTO/SB/80........ 402.02(a)
Transmittal for Power of Attorney to One or More
Registered Practitioners PTO/AIA/82 .....
402.02(a)

Provisional application for patent Cover sheet

PTO/SBIL6. ..ot 201.04
PTO-211 ..ottt 2550
PTO-270 (Blue Slip).....cccervrrrienieeiiienieeniens 903.07
PTO-328....cciiiiiiieeiee e 903.07
PTO-447A........... 903.08(a), 903.08(d), 903.08(e)
PTO-690E.......ccccoiiiniiiiieniieeieeniene 903.03, 2638
PTO-850

Cited.. 1002.02(d), 2302, 2304.02, 2304.04(a)

Reproduced..........ooocveeieeiiiiiiiee e 2302
PTO-892

Cited..... 608.01, 609.02, 609.03, 609.04(a),
609.05(a), 609.05(c), 609.06, 707, 707.05,
707.05(a). _707.05(c). _707.05(d), _707.05(e),
707.05(g). 901.06, 1302.04, 1302.12, 1406,
1901.06, 2246, 2257, 2646, 2657, 2687

Reproduced..........ocoveieiiiiiiiieiiieiee, 707.05(a)
PTO-1050......ccccccvveiiriennne 1480, 1480.01, 1485
PTO-1382......ccciiriieiiiiiecrie e 1830, 1832
PTO-1516......ccccvnvieririniieninens 2287, 2295, 2296
PTO-1517..ccoiiiiiiiieiieee e 2287, 2295, 2296
PTO-1595... ..ot 302.07
PTO-2011.....ciiiiiiiieiieeiie e 201.06(d)
PTO-2038

Cited........oevcvvennnne 509, 1302.04, 1306, 2510

Reproduced..........oocveiiiiiiiiiiiiieee e 509
PTO-2051...ciiiiiiiiieeiee e 706.07(h)
PTO-2142......ccoiiiiiiiieecec e 2531

Index-39

Sec. No.

PTO-2143
PTO-2293
PTO-2302

PTO-2311..... 2250.03, 2266.02, 2272, 2273,
2295, 2296

PTO/SB/08A and 08B..... 608.01, 609, 609.02,
609.03, 609.04(a), 609.05(a), 609.05(b).
609.05(c), 609.06, 609.07, 609.08, 707.05(d),
1406, 1901.03, 1901.06, 2214, 2246, 2256,
2257, 2258.01, 2287, 2646, 2657, 2687

ReProduced..........cccevriieeiiiiiiniice e 609
PTOL-37

Cited..... 203.08, 601.01(a), 608.02(b),
608.02(z), 609.05(b), 707.05(g). 710.02(e).
714.13, 812.01, 1302.03, 1302.04, 1302.12,
1302.14

Reproduced........c.cocveviiiiiniiiiniie e 1302.03
PTOL-85

Cited..... 203.08, 1303, 1306, 1306.02, 1308,
1308.03

Reproduced.........ccoeeviieeiiiiieiiiccee e 1303
PTOL-85B

Cited..... 307, 308, 324, 325, 509.03, 512,
605.01, 1303, 1306, 1306.01, 1306.02, 1309,
1481.01

Reproduced................... 1303
PTOL-85C Reproduced 1303

PTOL-90..... 608.02, 608.02(b), 609.04(b), 707,
714.16, 1207.05, 1208, 1209, 1210

PTO-271..cciiiiiiiieiieeee e 714, 714.16(d)
PTOL-303.......cccceu... 706.07(f), 711.03(c), 714.13
PTOL-324.....ciiiiiiieie et 714
PTOL-326

Cited.... 214.03, 215, 608.02(h), 706.07, 707,

710.02(b), 812.01

Reproduced...........cceeeeiiiiiiiieiiiiece e 707
PTOL-404......ccoi it
PTOL-413A
PTOL-413B
PTOL-461.....ccoiiiiieiiiiee e
PTOL-462 (discontinued)............ccccceeuvveeenn. 1205.03
PTOL-462R (discontinued)..........ccccceevuvveeeennne 2274
PTOL-465........cccccueennne. 2246, 2262, 2264, 2296
PTOL-466........ccociiirieniecnrienreeiee e 2262, 2296
PTOL-467..... 2250, 2265, 2266.01, 2266.02,
2266.03 2272, 2296
PTOL-467A. ... 2266.02, 2296
PTOL-468.......ccceeeviirieiiiineens 2273, 2274, 2296

PTOL-469.... 2234, 2250, 2250.01, 2256, 2262,
2273, 2274, 2283, 2285, 2287, 2288, 2296

Rev. 07.2015, October 2015



MANUAL OF PATENT EXAMINING PROCEDURE

Form letters and forms — PTO/SB/01A Reproduced

Sec. No.
PTOL-471..coiiiiiiiiiieeiie e 2247.01, 2296
PTOL-473...c..ciiiiiiiiieeiine 2250, 2266.03, 2296
PTOL-474.....iiiiiiiiiiiiieiieaeee e 2281, 2296
PTOL-475..... 2250, 2266.02, 2266.03, 2272,
2273 2295, 2296
PTOL-476......cccoiiiiiiiiiecnnene 2296, 2687, 2696
PTOL-1432......tiviiiiiiieiiieieieaennn 711.02, 711.04(c)
PTOL-1516....... 2287, 2296, 2687, 2695, 2696
PTOL-1517....... 2287, 2295, 2296, 2687, 2696
PTOL-2063
Cited.....oooovviviiieen 2646, 2647.01, 2647.02
Reproduced..........ocoueieeeiiiiiiiiieeiieee 2647.01
PTOL-2064
Cited............... 2647.02, 2660, 2671.01, 2696
Reproduced..........oooueeiieiiiiiiiee e 2660
PTOL-2065.......ccccoviiiiiieeiiieeiiieeene 2671.02, 2696
PTOL-2066.........c.covevveeririieeneeenen 2673.02, 2696
PTOL-2067.....ccccevvieriiiaieeninenns 2662, 2674, 2696
PTOL-2068........cccuveiiiieeiiiieeiiee e 2687, 2696
PTOL-2069
Cited..... 2666, 2666.01, 2666.04, 2666.06,
2666.50 2666.60 2696
Reproduced...........cocveviiieiiiiiiiiee e 2666.50
PTOL 2070.. 2647, 2647.02, 2664, 2670, 2677,
2686.01 2696
PTOL-2071...cccciiiiieeieeiie e 2666.06, 2696
PTOL-2072....ccitiiiiieiee et 2696
PTOL-2073...cciiiiiieieenee e 2674, 2696
PTOL-2077...coiiiiiieiieesiee e 2218, 2227
PTOL-2306.......cccceeeiiieeeiiie e 710.02(e)
PTO/AIA/O5
Cited.....oooeerieiiciiee 1410.01, 1414, 1414.01
Reproduced.........ccccovveriiiiiiiieiiec e 1414.01
PTO/AIA/O6
Cited.....oooeeriiiieiieee 1410.01, 1414, 1414.01
Reproduced.........cccoveviiiiiiiienec e 1414.01
PTO/AIA/L4................ 402.02(a), 601.05, 601.05(a)
PTO/AIAIZ25.......oiiiiiiiiieee e 1490
PTO/IAIAIZB. ...t 1490
PTO/AIA/50
Cited......ooovvvveeien 1410, 1410.02, 1415, 1451
Reproduced.........c.cccveviiiiiriiiciec e 1410
PTO/AIA/BO........ocviiiiiiiiiieeee e 402.02(a)
PTO/AIA/81B (reproduced)...................... 2222, 2622
PTO/AIA/IB2. ...t 402.02(a). 2223
PTO/AIAIBS......ooivieiiiiee e 402.06, 2223
PTO/AIA/B.......ccvveiiieiiiiiece e 325, 402.02(a)
PTO/SB/01 Reproduced...........ccccovervvvrennen. 602.01(b)
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Index-40

Sec. No.
PTO/SB/01A Reproduced............ccoeuvvernneen. 602.01(b)
PTO/SB/O3.....ceeeiieeeee e 1604

PTO/SB/08... 608.01, 609.02, 609.03, 609.04(a),
609.05(a), 609.05(b). 609.06, 609.08, 707.05(d),
1302.12

PTO/SB/0O8SA

Cited..... 609, 609.03, 609.04(a), 609.05(a),
609.05(b), 609.05(c), 609.06, 609.07, 2214,
2246, 2256, 2257, 2258.01, 2287, 2646,

2657 2687

Reproduced..........ccoeeeeiiiiiiiiieiiieiee e _609
PTO/SB/08B

Cited..... 609, 609.03, 609.04(a), 609.05(a),

609.05(b), 609.05(c), 609.06, 609.07, 2214,
2246, 2256, 2257, 2258.01, 2287, 2290,

2646, 2657, 2687

Reproduced..........cceeeeiiiiiiiiiii e 609
PTO/SBILA.....ooiiiiiieiee e 601.05
PTO/SBIL5A. ..ottt 509.04(a)
PTO/SBI15B......cctieiiiiiieiieeieeie e 509.04(b)
PTO/SBIL6......cooiiiiiieieeiie e 201.04
PTO/SB/24 reproduced..........cccccvvernneeennnnn. 711.01
PTO/SB/24A

Cited...oviieriiiiecee 711.01, 1125, 1135

Reproduced..........ccoceveeeiiiiiieeeeens 711.01, 1135
PTO/SB/24B reproduced...........cccvveeeeennnnnnn. 711.01
PTO/SBI25.......oiiiiiiiiiieseee e 1490
PTO/SBI26.......ccciiiiiiiiiiieeic e 1490
PTO/SBI27 ...c.eeeiiiiiieie e 1504.30
PTO/SB/29

Cited....oviiieiiie 201.06(d), 709
PTO/SB/29A Reproduced............ccccuueeeee. 201.06(d)
PTO/SB/30 Reproduced............cccceevveeennee 706.07(h)
PTO/SBI31.....iiiiiieiiieiieieee e 1204
PTO/SB/35

Cited..cuviiiieiee e 1122, 1135

Reproduced.........cccovvvevieiiiiiiiee e 1135
PTO/SB/36

Cited...veiiiiieeic e 1123, 1124, 1135

Reproduced.........ccoovvveeieiiiiiiieee e 1135
PTO/SBI37 ..ottt 709
PTO/SB/42... 2214, 2246, 2257, 2258.01, 2287,
2646, 2657 2687
PTO/SB/44

Cited............. 602.01(c), 1480, 1480.01, 1485

Reproduced..........ccovvvieeeiiiiieiiicc e 1485
PTO/SB/45

Cited..cvviiiieieee e 2515, 2595

Reproduced..........ccoevvvieeiiiiieiiec e 2595



INDEX

PTO/SB/01A Reproduced — Form paragraphs (Reproduced)

Sec. No.

PTO/SB/47

Cited......oovieieeee.

Reproduced
PTO/SB/51

Cited. oo
PTO/SB/52

Cited.....ooieiiiee e
PTO/SBI56 .....oveeiieieiieiieeiee e
PTO/SB/57

Cited.....ooiviiieiie e 2214, 2215, 2296

Reproduced.........ooocuveeiieiiiiiiie e 2214
PTO/SB/64 reproduced............cccceevuvvenee. 711.03(c)
PTO/SB/64a Reproduced.............. 711.03(c), 1135
PTO/SB/64/PCT reproduced..................... 711.03(c)
PTO/SB/66

Cited.....ooiiiiie 2590, 2595

Reproduced.........ooocveeiieiiiiiiie e 2595
PTO/SB/66, EFS-Web auto processing version.....
2590
PTO/SB/67 Cited........cooveniiiiieiieeiie e 104
PTO/SB/68

Cited....ooeiiiiiee e 103, 711.04

Reproduced..........ccovvveeiiiiiiienc e 103
PTO/SB/80 Reproduced............cccvveveeerainnnnn. 402.07
PTO/SB/81

Cited....ooiiiiiiceiece e 402, 1604
PTO/SBIBLB........ccvieiiiiieeiie e 2805
PTO/SB/81C Reproduced..........ccccoevvvveveeennnns 2622
PTO/SB/82 Reproduced............cccvveveeeeinnnnen.. 402.05
PTO/SB/83

Cited....oeiiie e 402.06

PTO/AIA/83 Reproduced............... 402.06, 2223

PTO/SB/83 Reproduced............cccceeviuvveneannn. 2623
PTO/SB/84 Reproduced...........ccoevvveveeeiiiieneennn. 405
PTO/SBI122......ccciiiiiiieiicii e 403, 2542
PTO/SBI123......cciieiieiiieee et 403, 2542
PTO/SBI124.......ciiiiiiieieete e 403
PTO/SB/125

Cited....ooeriiiieiiee e 403, 2540, 2595

Reproduced.........cccoevviiieiiiiiei e 2595
PTO/SBIA29.......ccveiiiiiiiieie 1134.01
Reasons for Patentability and/or Confirmation PTOL
BTGt 2687

Recordation Form Cover Sheet PTO-1595.... 302.07
323

Reexamination and processing forms listed..... 2296
2696

Reexamination Clerk Checklist PTOL-1517..... 2287
2295 2296 2687, 2696

Index-41

Sec. No.

Reissue Application
Declaration by the Assignee (See also: Form letters
and forms: PTO/SB/52 Form letters and forms:
PTO/AIA/OB ). 1410.01
Declaration by the Inventor (See also: Form letters
and forms: PTO/SB/51 _Form letters and forms:
PTO/AIA/OS )veeeeieieeeeciee e 1410.01
Fee Transmittal Form 1415 (See also: Form letters
and forms: PTO/SB/56 _Form letters and forms:

PTO/AIA/50 )

Transmittal (See also: _Form letters and forms:

PTO/AIA/ISQ ).t 1410
Request for Customer Number PTO/SB/125..... 403,
2540
Request for Customer Number Data Change
PTO/SBI124........ooociiiiiiieii e 403
Request for Deferral of Examination 37 CFR 1.103(d)
PTO/SBI37 ..ot 709
Request for Ex Parte Reexamination Transmittal
PTO/SB/5T ..ccuvviieiiiiiieiiee 2214, 2215, 2296
Request for Withdrawal as Attorney or Agent
PTO/SBI83......oiiiiiiiieiieeit et 402.06
Request for Withdrawal as Attorney or Agent
PTO/SB/83.....eeiiiieiieeee e 402.06, 2623

Rescission of Previous Nonpublication Request (35
U.S.C. 122(b)(2)(B)(ii)) and if Applicable, Notice of
Foreign Filing (35 U.S.C. (b)(B)(iii))) PTO/SB/36

Cited....oveiieieiee e 1123, 1124, 1135

Reproduced..........cccuueeeieiiiiiiiieeieieee e 1135
Response to Rule 1.312 Communication PTOL-271...
714, 714.16(d)
Restriction requirement.............cccocevveeeeeiiiinneennn. 817
Right of Appeal Notice PTOL-2066.. 2673.02, 2696
Statements to DOE or NASA........ccoooviieeeeininns 151
Subject matter admits of illustration.......... 608.02(a)

Terminal Disclaimer to Obviate a Double Patenting
Rejection over a Prior Patent, PTO/SB/25 or
PTO/AIA/2B.......cuviiiiiiiieec e 1490

Terminal Disclaimer to Obviate a Provisional Double
Patenting Rejection over a Pending Second

Application, PTO/SB/25 or PTO/AIA/25............ 1490
Third-Party Submission Under 37 CFR 1.290
PTO/SBIA29......cccovioiiiiiiiiciee e 1134.01
Transmittal of Communication to Third Party Requester
— Ex Parte Reexamination — PTOL — 465..... 2246
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15.30. i 1504.05
15,30 1504.05
15,33 e 1504.05
15.34 e 1504.05
15,35 1504.05
15,36 e 1504.05
1. 37— 1504.05
15.38. i 1504.02, 1504.03
15.39.02.Q08.....ccccciriieeeeeiieee e 1504.03
15.39.02.fthcccee e, 1504.03
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15.40.808 cueeeii e 1504.03
15.40. e 1504.03
15.40.01....ccciiiiiiiiiiiiieeeee, 1504.02, 1504.03
1540 . 1503.01
1542, e 1504.01
15,43 1504.01
1544 ... 1504.01
15.46.01 ... 1503.01
A5.47 s 1503.01
15.47.01. e 1503.01
1548 1503.02
15.50. ittt 1503.02
15.50.01 i 1503.02
15.50.02. e 1503.02
15.50.04.cccmiiiiieieiiieeee s 1503.02
15.50.05. .0 1503.02
1550 e 1504.04
155101 s 1504.04
15,55 i 1512
15.55.01 e 1512
L5.58. .ttt 1504
15.58.01 i 1504.04
1559, 1503.01, 2920.04(a)
15.60. 00—, 1503.01
15,61 . 1503.01
15.61.01 i 1503.01, 1503.02
15.62. i, 1503.01, 2920.04(a)
15.63... i 1503.01, 2920.04(a)
15.64 ..., 1503.01, 2920.04(a)
1565, e 1504.04
15,66 it 1504
1567 . 1504.03, 1504.06
15.68..ccuiiiiiiieiiiiiiieeeeeeeeee, 1504.03, _1504.06
15.69.01 ... 1504.04
15.70.8080 cueieee et 1504.03
1570t 1504.03
15,72 e 1504
15,73 e 1504.04
1574 e, 1504.20
15.74.01. e 1504.20
15,75 e 1504.20
15.75.01 Mt 1504.20
15,76 1512
15,85 e 1504.04
15.90. it 1504
L16.00. i 1605
L16.02. . _1605
16.03. . e ——————— _1605
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16.04 ... 1610
16.05. e 1612
16.05.01. i 1612
16.06. ... 1606
16.07 ... e 1606
16.08....eiiiiiiiiiireeeeee e 1610
16.09. .. 1605
16.20. i 1605
16. 10— 1606
16.12. e 1610
16.13 e 1607
8.0 e 1845.01
18.02. . e 1845.01
18.02.01..cciciceee e 1845.01
18.02.02...cuuiiiiieieieieeeeeee e, 1845.01
18.03 . 1845.01
18.04 ... 1845.01
18.04.01L. .. 1845.01
18,05 i 1850
18.06. ... i 1850
18.06.01L. .. 1850
18.06.02....cccciiiiiiee et 1850
18.07 . e 1850
18.07.01L. e 1850
18.07.02.cccii e 1850
18.07.03..cc e 1850
18.07.03@. cuuueiieeiieieeieeeee e 1850
18.07.03D.cccc e 1850
18.07.03C...uuiiiieeiiiieeee et 1850
18.08....eiieiiiiiiiieiee e 1845.01
18.08.01...ccciiiiiiiiiee e 1845.01
18.09. . e 1845.01
18.10. i 1845.01
L1810 i 1845.01
18.12.01 .. 1845.01
18.13.01L e 1845.01
18.14.01. .o 1845.01
18.15. e 1845.01
18.18..ciiiiiiiiieeeieeer e 1850, _1893.03(d)
18.19. i 1893.03(d)
18.20. . 1893.03(d)
18.21 e 1893.03(d)
18.22. e 1893.03(d)
19.01 . 1901.06
19.02... e 1901.06
19.02.AE.. ..o 708.02(a)
22,01 2246
22.01.01......cccoiiiiins 2242, 2258.01, 2642
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22.02. s 2247
22.03 e 2258
22.04. ... e ——————— 2260
22.04.01...cciiiiiii s 2265
22.05. e 2285, 2686.03
22.06. .. 2287
22.07 s 2282
22.08... e 2282
22.09. e ——————— 2271
22,00, s 2271
22,10 e 2258
2202, 2250, 2666.01
22,03 s 2250
2214 2266.01
22,05 e 2266.03
22,06 2287
22.20. e 2286
2.7 3 e —————— 2246
23,01 2302
23.02. e 2308
23.04. ... e 2304.04(b)
23.06. . 2304.02
23.06.01....cciiiiiiiee e 2304.02
23.06.02.. ..t 2304.02
23.06.03...cciiecieee e 2304.02
23.06.04.....cceiiiiiee e 2304.02
23.06.05.. ... 2304.02
23.06.06.....ccceiiiiiiiee et 2304.02
2314 e, 715.05, _2304.02(c)
23.14.01...cccieeeeeee 715.05, _2304.02(c)
23,19 e 2304.01(c)
26.01. ... 2646
26.02.. . —————— 2647
26.03.. e 2658, 2671.02
26.03.01. .. 2658
26.04.. .. 2660
26.05... e 2660, 2671.01
26.05.01...cciiiiiiiiee e 2666.01
26.06.. .. 2666.30
26.07 e 2671.02
26.08.. .. 2673.02
26.67 . 2678
26.67.01...ciiiiieeieeee e 2682
26.68.. ... 2666.06
26.69. .. 2687
26.70. e 2687
26.73..cccciieeen, 2646, 2660, 2671.01, 2673.02
26,75 e ———— 2682
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26.80...cc e 2686.04
2900 it 2920.04(b)
29,10 i 2920.04(b)
29.20. i 2920.04(b)
2020 i s 2920.05(c)
29.22. i 2920.04(a)
20,23 e 2920.05(c)
2024 e 2920.04(a)
20.25. i 2920.05(c)
20.26. et 2920.04(a)
20,27 e e 2920.05(c)
Fraud (See also: Duty of disclosure Inequitable conduct
Deceptive intent )
Avoiding charge of.........ccocveeiiieeiiie e, 2004
Civil litigation............cccceveunnne. 1216.02, 2001.06(c)
Claims invalidated...........ccccooooeiiiiiiiiiiiiiieeeeeees 2016
INVeNtorship.......ccccevveeeevieee e 602.01(c), 2157
Micro entity Status..........cceeeviiieieeeiiiieeeeeee 509.04
On the U.S. Patent and Trademark Office..... 509.03
1448
Protest................ 1901, 1901.02, 1901.06, 2013
Reexamination
Ex parte ...... 2014, 2216, 2217, 2258, 2280
Inter partes ........cooeeeecnnnnnns 2014, 2658, 2684
REISSUE.....coiiiiiiie e 1448, 2012
Supplemental examination............ccccccoccvveeeennn. 2819
Small entity Status.........c.cceecvveeeeiiiiieeee e 509.03
Fraudulent...........ccoooiiieeeeeee 706.03(a)
Freedom of Information Act (FOIA)..... 103,
1002.02(k)(2)
Frivolous invention...........cccccevvveeeiieee e, 706.03(a)
Full faith and credit in prior Examiner's action
Allowed claims.........cccooivciiiiieiiiiiee e 706.04
INEEIVIEW. ..o 713.01
SEArCN....ciiiiie 704.10
Full name of applicant............... 602.01(b), 602.08(b)
Full signatory authority...........ccccceeeeviiieeeeenicnnnen. 1004
Function of machine rejection.................... 2173.05(v)
Functional claim, rejection.............. 2114, 2173.05(q)
Functional equivalents........................ 2144.06, 2183

Functionality in design patent applications.. 1504.01(c)
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Sec. No.

Gazette, Official (See also: _ Official Gazette (0.G.))

Gazette, PCT..... Chapter 1800 Introduction, 1801,
1823.01 1857
Gebrauchsmuster............ccccccviviviviieneeeeeenen. 901.05(b)
General Counsel
Hand-delivery of papers t0........ccccceeveerieeeennnenn. 502
Mailing address.........c.evveeieiiiiieeeeiiee e 501
Petitions and matters decided by........ 1002.02(k)(1)
General information...........cccceeeiiiiierieeiiciieee e 1730

General power of attorney for international application..
1807

Generic claim
Allowable.........ccccevrevrininnnne, 808.01(a), 821.04(a)
Transitional application.......................... 803.03(b)
Definition........coovvveiiieeeiee e 806.04(d)
Markush group..........cccceeveuee. 803.02, 2173.05(h)
Patentably distinct over other species....... 806.04(h)
Presented after issue of patent................. 806.04(i)
REJECHON. ....eviieriiiee e 809.02(a)
Species claims lacking............... 806.01, 818.02(b)
Support for scope of 706.03(c), 2164.08
Generic placeholder..........ccccceiviiiiiieeinieee. 2181
Genetic sequence (See also: Biotechnology Nucleotide
sequences Sequence rules )
Genus and species..... 806.01, 806.04, 806.04(b),
806.04(d), 806.04(e), 806.04(f), 806.04(h),
806.04(i), 808.01(a), 809.02(a)
Anticipation of............ccceeveeeiinns 2131.02, 2153.02
ObVviousnNess Of.........oocuieeieiiiiiiiee e 2144.08
German priority document...........c.ccoccveeernenennns 901.05
Global Patent Search Network..............cccceeeenene. 1730
Good faith (See also: _Duty of candor and good faith )
Government registers.......ccccovcveeeeeninns 302, 302.07
Government license clause............ccccovveiniennenn, 310
Government-owned application, special........... 708.01
Graphic symbolSs.........c.coceiiiiiiic e 608.02
Great Britain, complete specification................ 214.03
Great Britain, provisional specification............. 214.03

Group director (See also: Director of Technology Center

)

Group, International classification......................... 906
Guardian of unavailable joint inventor..... 409.01(b)
409.02
Guidelines
Drafting an application...........cccccceeeeviviereee e, 601
Drug disclosures...........cccccoeuuueee. 2107.01, 2107.03
Effective date under pre-AlA 35 U.S.C. 102(e).....
706.02(f)(1)
Electronic mail.........cccooeevvieiiieeiiie e 502.03
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Sec. No.
Examination of computer-related inventions..... 2106
INVENTOrShIP. .. 602.01
GENUS-SPECIES.....eeveiiieieiiierieee st 2144.08
Grant of reexamination request............ 2242, 2246
Handling of citation in patent.............c..ccccuveee.. 1920
Internet Usage.........ccoocuvvevreennnns 502.03, 904.02(c)
Means/step plus function...........cccccoeeeeviveennnne. 2181
UL .o 2107
Legal precedent............ccceeenee. 2107 to 2107.03
Written DesCription.........ccccovoveeviiieiiiiee e 2163
H

Hague Agreement (See also: Treaties )..... 213.01,
1504.10 2701 2901
Administrative Instructions
302 Reproduced.........coeeiiveeenieieiieee e 2911

401 Reproduced 2909.02

402 Reproduced 2909.02

403 Reproduced........cccoveeviviennieeenieennn 2909.02

404 Reproduced.........cccooviiiieieeniiiieeeenn. 2909.02

405 Reproduced.........cccveevciiieinieieninnennn 2909.02
Articles

3, Reproduced..........ccccoviuiiiiiiiiiiiii e 2904

4, Reproduced.........ccccveeeeiiiiiiiiesiiiinee e 2905

5 Reproduced

T0. i 2907, 2920

16 ReproducCed..........ccceeeviiiirieeiiiiiieee e, 2930
Rules
L 2920.01
3 ReproducCed.........cceeeeeiiiiereeeiciieee e 2911
Bttt 2906
T e 2909, 2920.01
D e 2920.02
12 Reproduced..........coovueeeeeeiniiiieneeeeie
I F RSP 2906
14 Reproduced.........cocovvveeieiiiiiinee e 2906
15 Reproduced.........ooouvveeeieiiiiiiiieeeiiieeeene
18 Reproduced.........ccovevveeeiniiieenieeenne

18bis Reproduced
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22 ReproducCed........ccceoviveeieeeiiiiieae e 2930
Hague Convention Apostille..........c.ccooveviineeen. 602.04
FiliNG. ..o 502.05

Hand delivery of papers..... 501, 502, 710.02(e),
714.13 2422.09
Handling of mail and papers..........ccccceviveeinieennns 500
In ex-parte reexamination...........c.ccocceeeerveeennne 2270
In inter-partes reexamination..............ccccceeeuee 2670

Handling of submission of prior art and section 301
Written StatementsS........cccoeveee e 2206

Handling of protest
Hatch-Waxman Act
Hearing on appeal..........cccceveviiiiiiiie e

Heir as applicant (See also: Administrator or executor
)ttt 409.01(b), _1303.03

Help line (telephone number).........c.ccocceieeenns 1730
Hidden end use in design applications....... 1504.01(c)

Hidden feature in design applications
ANLICIPALION. ...eeeeieiiiiei e 1504.02
Enablement.........cccccoiiiiiiiie i 1504.04
ODVIOUSNESS......coiviiiiieiiicec e 1504.03

Hours of operation............ccocceeiiiiiieneeiiieeee e 510

Holiday, federal (See also: Federal Holiday )

Hyperlinks in specification............. 608.01, 608.01(p)

|

Icon, computer generated..............ccueeee... 1504.01(a)

Identification of papers.........ccccovcveevineennne. 502, 503

Identification of priority application................... 214.04

Identity of inventors under 35 U.S.C. 119.............. 216

Idiomatic English...........cccoconiiiiiiiiniiene 608.01(q)

lllustration (See also: Drawings )

Image File Wrapper (IFW)
Artifact......ccveeeee e, 608.02
Paper scanning..........cccccveeeiiiiiiee e 508
Power to inspect not accepted............cccvveeeeennee 104
Public acCess.........ccvveeeeiieieiiieeieinn, 103, 1730

Image File Wrapper (IFW) forms

Issue Classification Form/Sheet/Slip, reproduced.....
1302.09

Cited...........c..... 903.07, 906, 1302.10, 1302.13
Implied election.......... 818.02, 818.02(a), 818.02(c)
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Sec. No.

Improper comments, inter partes reexamination.....
2667

Improper joinder, effect on patent...............ccccec....
Improper naming of inventors..............cccccceeeeeenee
Improper multiple dependent claim
Improvement (Jepson claim)...................
Inaccurate Claim..........coceeevreiiniieeneee e

Inappropriate papers in inter partes reexamination.....
2667

Incoming-Mail Section (See also: Office of Patent

Application ProCessing )......ccocvverveerveerieeiveeneennne 501
Incomplete amendments, time for completing.....
710.02(c), 714.03
Incomplete application.. 506, 601.01(d) to 601.01(q)
Claims omitted.........cccoovevveriicninieiiennens 601.01(e)
Definition.........eoeeii e 203.06
Drawing......cceeeevevereeeiiiiieeeesesiieneens 506, 601.01(f)
Invalid oath..........cccoeviiiiiiiii e 602.03
Return of filing fee..........ccooiiiii e 506
USING 80@IN.....ccoiiiiiiiiiie e 608.01(t)

Incomplete claim, rejection..... 706.03(c), 706.03(d),
2172.01

Incomplete protest........cceeveeiiiiiiieeieniiiieeeeene 1901.03

Incomplete requests for ex parte reexamination.....
2227

Incomplete response..................... 711.03(a), 714.03
Time for completing.......... 710.02(c), 711, 714.03

Incorporation by reference.. 103, 201.06(c), 211.02,
211.02(a), 217, 608.01(p), 2163.07, 2163.07(b),

2173.05(s)
Foreign priority application.. 213.02, 217, 2163.07

In an Examiner’s Answer during inter partes

reexamination..........cccccvvveiiieeeeeerereeeeeeeee e e 2677
Public access to incorporated application.......... 103
Incorrect citation of reference........ 707.05(g), 710.06
Indefinite claim.................. 706.03(d), 2171to 2174
Alternative phrase.................. 2173.01, 2173.05(h)
Antecedent basis............cccoceeiie i, 2173.05(e)
Breadth compared...........ccccceeiiiieiieiininnn. 2173.04

Comparing 35 U.S.C.112(a) or pre-AlIA35 U.S.C. 112,
first paragraph with 35 U.S.C. 112(b) or pre-AlA 35

U.S.C. 112, second paragraph.............. 2174, 2185
Design applications.... 1503.01, 1503.02, 1504.04
International application................... 1845.01, 1874
MURIPHCILY...eeeee e 2173.05(n)
Must be considered............cccoovniiiniiiiniene 2143.03
Nonelected claims...........ccccooiiiiieiniiiiiee e, 821
Numerical ranges........ccccvvvvveerreeeniineennne 2173.05(c)
PrOliXe.coviiiiici e 2173.05(m)

REJECHIONS.....ci i 706.03(d)
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Indefinite claim — Interference

Sec. No.

35 U.S.C. 112(6) or pre-AlA 35 U.S.C. 112, sixth

paragraph limitations............ccccceeeenninne 2181, 2185
Independent claim...........ccccceeeiiiiiiee e, 608.01(n)

Independent, definition............ccccceeviiciineeenins 802.01

Independent inventions.. 802, 802.01, 803, 803.02,
806, 806.04(b), 806.06, 808.01(a)

Independent inventor (See also: Applicant _Inventor

Pro Se applicant )
Micro entity Status...........ccceverieeeiniiieeniieene 509.04
Small entity StatuS........ccceevveeeriieeiiieeenieees 509.02

Index of claims........cccceevvvivveneennnnn. 707.07(i), 719.04

Index of patents, Classification, Numerical... 902.03(a)

Index to the U.S. Patent Classification......... 902.01(a)

Industrial Security Manual (ISM)..........cccccceeeinne 120

Inequitable conduct (See also: Duty of disclosure,

Violation of )....cccevevvierienieiiene, 2001.06(c), 2010
Best MOde........cccveiiiiiiencc e 2165
Claims invalidated............cccccoeeiiiiiienii i, 2016
Finding affects all claims...........ccccceveeiiiiieneen. 2016
Protest........cccoeverviinecnnnnn 1901, 1901.06, 2013
Reexamination...........cccoooiiiieiniiiiee e 2014
REISSUB.....cii i 1448, 2012

Informal application..............cccecovveeeennns 506, 702.01
Primary examiner’s attention required.............. 1004
SearCh.....cccoveviiiiiese e 702.01, 704.01

Informal drawing (no longer applies).. 507, _608.02(b)
608.02(i)

Informality, Action calling attention to..... 707.07(a)
707.07(j), 710.02(b), 714.14
Information Center (See also: _Scientific and Technical
Information Center (STIC) )
Information Disclosure Statements (See also: Prior art
) TP PPN 201.06(d), 609, 1406
Electronic Processing Of........cccccoiiieiiennninns 609.08
Relationship to requirement for information.....
704.14(d)
Information material to patentability ) (See also: Duty
of disclosure )......cccceeeeeiiiveeeeennnns 2001.04, 2001.05
Copending application.............cccceeeeennne 2001.06(b)
Copied Claims........ccovvvveriieeie e 2001.06(d)
Foreign application...........cccccccoeevvieeeenns 2001.06(a)
Litigation........oocuvveeeeiiiiiiecee e 2001.06(c)

Information reasonably necessary for finding prior art...
704.11

Information submitted with protest.................. 1901.02
Infringement action

Statute of limitations..........cccovvvceee e 2204
INID codes or numbers..... 901.04, 901.05(b), 2290
Initial data capture for printing............coccveeeennne 1309

Index-53

Sec. No.
Initial examiner review of reissue..............ccuee..... 1443
Ink
Permanent...........ccocvveveeieieiinennenenn. 608.01, 714.07
Inoperativeness 2164.07, 2164.08(b)
AFfIJAVIT. ..o 716.07
INPADOC........cccveieeeannen. 901, 901.06(a), 901.07
Inquiries, Official and Congressional............ 203.08(a)
Inquiries regarding patent search, examination, or
VALY . oo 1701
Inquiry as to status of application........... 102, 203.08
Application published..............c.ccccconee. 1128, 1134
INSANILY...eeeiiiiieiiie e 409.01(b)
Inspection
AMENdMENt.......ccoeviiiiiiiee e 714.05
ApPliICAtioN.......coeiiiiiiie e 103, 104
Approval of POWET..........ooiiiiiiiiiiiie e 104
ASSIGNMENT......oiiiiiiiicre e 301.01
AUthority tO grant........cccoceeeiiiienniiee e 104
Authorization.........ccceeeeevveeeieivieeeeene 402, 409.03(i)
By assignee........ccccevvveeviniennn 104, 106, 106.01
By excluded or suspended attorney or agent..... 105
BY INVENTOT.......eiiiiiiiiiiie e 106
By liCENSEE.....oiiiiiieiiie e 106.01
Control of, By asSignee..........cccccoecuvveveeeiiiiveneenn. 106
File Information Unit (Record room)................... 103
International application............c.ccceivveeeniieennee. 110
Patent file.......cccooviiiniie 103
PetItioN. ... 103
[RIETe0] (o [ 0 o] 1 o T 103
Reissue application............cccceeeevviiieiee i, 103
Right Of ... 103, 104, 106
Insufficient disclosure..... 608.01(p), 706.03(c), 2161
Insufficient reply..... 710.02(c), 711.02(a), 711.03(a),
714.03 2266.01, 2666.30, 2671
Int Cl (International Patent Classification)............. 906
Intellectual property compared............ccceveeeinnnee 1512
Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273).....
706.02(a)
Intent to Claim.........ccoooiiiiiiiii 706
INterference.........oevveiiiiiie e 2300

Abandonment, suppression or concealment, notice....
2138

Access to files........ccooeeeniiis 104, 2306, 2307.02
ACtion after......cooeiiiiiiiei e 2308
Action after ex-parte reexamination................. 2284
Action after inter partes reexamination....... 2686.02
Action suggesting claims...........cccccveeeeinnen. 2304.04
Administrative patent judge handles................. 2301
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Sec. No.

Allowance of losing party’s application (Estoppel).....
2308.03

Applicant suggests interference with patent.....
2304.02

Applications in different Technology Centers.....

2304.01(b)

Basis of practice............cccocueenen. 2138.01, 2301.03
Between application and patent................... 2301.03
Between applications............cccceevieeiiiiennnne 2301.03
Cancellation of losing party’s claims....... 2308.03(a)
Claim of foreign priority...........cccccceeeuueeee. 2304.01(c)
Claim interpretation............cccocvveviieeiniieenns 2301.03

Claim presented corresponding to patent claim.....
2301.03 to 2304.05

Claims, overlapping in two applications of same
PAIY. .o 2304.05

Claims, suggesting.........c...ceeennee 1003, 2304.04(b)
Claims corresponding to count support in

specification............cceeuee. .. 2163.03
Common ownership 2304.05
conception........ccceevceeieviiieeennenn. 2138.04
Concurrent with appeal.........cccccceevieeeininenn. 2307.05
Copending ex parte reexamination.................. 2284

Copending inter partes reexamination..... 2686,
2686.02

Count, defined.............cevveeeeiiiiiiiien, 2301.02
Counts, formulation of..........cccoooviveiiiiinnnnns 2301.01
Dates, difference in effective filing.................... 2303

TC Director’s attention required.................... _1003
Declaration..........ccccueviiiieiieieiereeeeeee e 2301
Definitions.......cccocvvviiiiiiiiieieieeeeeeeeee, 2301.02
Determining priority........cccceeeevvveeeeeesinnnenn. 2138.01
Diligence, reasonable................. 2138.01, 2138.06
Disclaimer, statutory.............. 706.03(u), 710.02(d)
Disposal credit........cccceeeeeiiieieiiiiiiee e 1705
Election of invention not affected...............c........ 819

Entry of amendment filed in connection with motion...
2308.02

Estoppel........cccvvvevreeiinnnn. 715, 2138.01, 2308.03
Evidence.........ccocveeiiiiniinnnnen. 2138.04 to 2138.06
Examination, Completion of............cccccvveeenns 2303
Examiner suggestion..........cccccceevvvveeeeeninnns 2304.04
Final disposal of claims.............cccccoeeeenns 2308.01
Fraud........ccooiiii e 2010
Generic Claims.......ccocvviiieeniiiieneeen 2304.04(b)
Identification of patent, corresponding claims

Presented........oocveeveeeiiiiiieee e 2304.02(a)
Inequitable conduct.............ccocveeiiiieiiieeninene 2010

Index-54

Sec. No.

Inter partes questions not to be discussed ex parte
..................................................................... 2307.01
Interference Practice Specialist..... 2301, 2302
2303, 2304.04(a), 2304.04(b). 2307.04, 2308.03

Interference-in fact, NO..........ccceeeeeeiennnnnn. 2308.03(b)
Interfering Subject Matter.............cccceevveeene 2301.03
Judicial review.........cocccevieriiiieneenn. 1216, 1216.01
Jurisdiction over interference................ 2307, 2308
Losing party, may obtain copy of opponent’s
application.........ccccvveeiiie e 2308.03(a)
Losing party, treatment of........................ 2308.03(a)
LOSE COUNTS.....civiiiiieieeee e 715
Motions

DECISION. ...eiieiieiiiiee e 2308.02

SEAY vttt 2686.02

SUSPENG...coiiiiiiiiiiiie e 2686.02
National Aeronautics and Space Administration or
Department of Energy Ownership.................... 2309
Order to ShOw CauSe.........coccveiiieeeiiiee e 2305
Patent in different Technology Center...... 2304.01(b)
Patentee suggestion...........ccceeveiiieeeeeniinee 2304.03
Petition refusal to initiate 1002.02(c)
Power of attorney filed.............cccocvvieeeiinnnn. 402.08
Preparation of papers by examiner................... 2302
Priority time charts........c.ccccovvee e 2138.01
Provoking

In ex parte reexamination................ccceeeeennn. 2284

In inter partes reexamination.................. 2686.02
Public use proceeding..........cccvveeeeiinnnenn. 706.03(v)
Reduction to practice.................. 2138.01, 2138.05
Reexamination

Ex parte, copending with interference......... 2284

Inter partes, copending with interference.... 2686,
2686.02

References pertinent to motions, made of record.....
1302.12

Referring an Interference to the Board, Preliminaries

0ttt 2304.01
Reissue application.................... 1449.02, 2303.02
Reissue application copending with interference on

original patent...........ccceevvvieriiee i 1449.01

Reply to suggestion for claims..... 710.02(c),
2304.04(b)

Requirements for interference...........c.cccccceeee. 2302
Requiring a claim..........ccccveviieniinenne 2304.04(b)
Requiring a priority showing...........ccccceeevvvneen.. 2305
Revocation of power of attorney.................... 402.08
Search.....ccccvvcevieieeeee 1302.08, 2304.01(a)
Second Interference, NO.........c..ccceeevenne 2308.03(c)



INDEX

Interference — International classification

Sec. No. Sec. No.
Secrecy order application....................... 130, 2306 EFS-Web filing........ccoveiiiiiie 502.05
Special dispatch.........ccccoviiieininins 708.01, 2301 Elements
Statutory basis..........cccccvvveeeeinnnnn, 708.01, 2301.01 Errors, rectification of
Suggestion of claims........... 2304.03 to _2304.04(b) FEeS..oiiiiiiiiciiie
Suggestion of claims, time limit................. 710.02(c) FiliNg date.......cooiiuviiiieiiiie e 1810
Suspension of action pending outcome of Foreign filing license..........ccccceveviviiene e, 1832
reexamination...........c.cccoveeveceennnne 2284, 2686.02 Formal reqUIreMENtS.........cc.ovevevevreeseeeenneenns 1810
Suspension of ex parte prosecution.... 709, 709.01 Forms (See also: Patent Cooperation Treaty (PCT):
Suspension of related applications.............. 2307.03 Forms )
Terminated open to public...........cccceviiiiiiiieennee. 103 HOME COPY...covveiiiiieeiiiiieee e 1801, 1879.04
TESHMONY.....eiiiiieiiiee e 715.07(b) International preliminary examination............... 1860
Transfer of application 2304.01(b) International search............ccccccoeiiee.
Winning party.......ccoccevveeeenneeennne 710.02(b), 2308 International searching authority... 1840 to _1840.06
Written Description, Adequate................ 2304.02(d) INVeNtor.........coevvvveennnen. 1806, 1821, 1893.01(e)
Interference practice specialist(s)..... 2301, 2302, Kinds of protection.............ccccceeeee 1821, 1828.02
2304, 2304.04(a). 2304.04(b). 2307.04. 2308.03 Mail SEIVICE......c.cvvrivirereiieeeeiereees
Interlibrary l0ans..........ccccovvveeviiiiiiecenieen 901.06(a) Member states
Interlineation in specification before execution.. 608.01 Microorganism deposit..............cocoeeceveeenn.. 1823.01
Intermediate-final product.......... 806.04(b), 806.05(j) National Stage.........cccevvreeerrrnnns 1893to 1896
International application (See also: Foreign application Submission via EFS-Web...............c.cocenn. 502.05
Patent Cooperation Treaty (PCT) ) Numbering of sheets...........ccocoiiiiiiiieeens 1812
e 1826 OBt 1893.01(e)
ACCESS...cceeiieeiieie et 101, 110 Parent to national application........ 211.01(c), 1895
AGENML..ocoenines e 1.807 -1864.04 Power of attorney..........ccceeieiiiiiiee e 1807
?&%“glm:”tzbemre the designated Oﬁ'cféé-é 01(a(3 Prior art effect............. 2127, 2136.03, 2154.01(a)
1893.01()(2). ) . 1893.01{)(3) PriOrity...cccoevieeecieeeee e, 210to 217, 1828
Amendment of claims before International Bureau..... .
1853 Restoration of..........ccceeviiiiiniiiee 1828.01
Amino acid sequence.. 1823.02, 2422, 2422.03(a) Prior.ity (.:iocument .................................... 215, 1828
APPHCAN v 1806, 1810 Publication..........c.ccooiiiiiii 1857
Assignment dOCUMENt..........coocuveeieriiiiiiieeeeeeiee 301 Record copy............. 1801, 1827.01, 1828, 1832
ALOINEY ..ot 1807 Rectification of 0DVIOUS €ITOrS........ovvvversssssno. -1836
Attorney file reference number......................... 1821 Refund of fees..... 1827.01. 1850, 1852, 1875.02
CIAIMS oo 1824 REPIESENMANON. ..ovvve e 402.09
Common representative................... 402.09, 1807 REQUEST.....uiiiiiiiiiiiieieeee s 1821
Confidential status............cccceeeeiiiiinireeenns 101, 110 Search copy........ 1801. 1827.01. 1840. 1840.01
CONEENL ..o 1812 SEAICN FE@.....vvvvsssvvvsssvnsssvns v 1827
ContinUAtioN...........ooevviiieeiee s 1828.02 SEArch rePOrt........oovvvvveeeine 707.05, 1844
Continuation of 211.01(c), 1895 Sgcrecy order..... e 115, 120, 1832
Continuation-in-part...........ccccoervieeeeenninnenn. 1828.02 SIQNAILIE Of APPICANE..ooovrrrreoroee -1820
COrreSPONAENCE. ......eeivieriieiiie et Term, Adjustment of...... 2730, 2731, 2732, 2734
DefiNitioN......cccviiiiiiiiee Time limits.......... 1836, 1842, 1843.05, 1879.01
Deposit accounts Tl 1821
DESCHPLION. ..cctiiiiiieiie sttt 1823 Translation for U.S. national stage........... -1893.01(d)
DESIgNAtion Of STALES. ... 1821 Transmittal fee........cccocveviiiieii e 1827
DIAWINGS. ..o 1825, 1893.03(f) Transmittal letter...........cccooiinii e 1830
Drawings MiSSiNg........cccvvvereeiiiiiireeeiiiiiieaaeenns 1825 Ur?ity ofinvention.... 823, 1850. 1875. 1893.03(d)
Early national stage entry under 35 U.S.C. 371(f)..... Withdrawal..........ccociviieiiiiiiiecee, 1859, 1880
1893.01, 1893.01(a)(2). 1893.03(b) International classification....................c.ccoooe 906
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International design application — Inventive entity, Different

Sec. No.

International design application.... 201.01, 211.01(d),
1501

ACCESS....ocoiiieiiiiie e
Claiming Priofity.......ccccooecveieeeiiiiiieee e
Foreign filing license
Filing date.......cocooviiiieeiee e
Information disclosure statement................... 609.04
Naming of INVEeNLOrS.........ccceevviiiieeeiiiiiee e 604
Non Publication of...........ccccovieniiiiiciienne 901.03
SECreCy Order.......ccoooiiiiieiiaiiiiiiiee e 120
International patent classification........... 719.05, 906
International Patent Legal Administration.... 102, 103,
110, 602.01(c)(3) 1730
International searching authority........................ 1840
International Trade CommisSion..........ccceeeeeeeeeeennes 724
International-type search............c.cccceoueee. 707, 1852
INterNet....cccvviiiieei e 502.03, 1730
AAArESS....coieeeeeeeee e 1730
Database collections.............cccoceriiiiivieneennnn 1730
Electronic mail....... 502.03, 713, 713.01, 713.04
KidS Pages.......cccvveiiieiiiiiiiie et 1730
“PatentIn” computer software (See also: _Sequence
TUIES )ittt 2430
Payment of maintenance fees by..... 1730, 2510
2522
Publication of Board Decisions.................... 1213.03
Publication of the Official Gazette ................... 1703
Searching......coccoeiiiiiieee e 904.02(c)
Usage PoliCY......cccooeviieeeiiinenne 502.03, 904.02(c)

World Intellectual Property Office (WIPO).... , 1801
1851

Inter partes questions............
Interpretation of law, new
Intervening rights
In reexamination
EX PArte ..ovveiiiiiiiiiiiei s 2293
INter partes .....ooeveeeii i 2693
In reinstated patents..........ccccceeeiiiiieeee e, 2591
IN FEISSUR....uvveieieee e 1460
Intervention by assignee 106, 324, 325
INEEIVIEWS.....cco i 713
Advance indication of issues to be discussed.....
713.01
Allowed application................cuo..... 713.05, 713.10
Appointment in advance..............ccccceeeeininnen. 713.01
Attorney not of record...... 101, 402.03, 405, 408
Authority to conduct

Before filing........ccoveiiiiiiies

Index-56

Sec. No.
Before filing amendment under 37 CFR 1.312.....
713.10
Before first action........ 706.07(b), 713.01, 713.02
Demonstration..........ccccceeeeevveeennn. 713.08
During working days only 713.01
Electronic mail....... 502.03, 713, 713.01, 713.04
Excluded or suspended attorney or agent..... 105,
713.05
EXNIDIt . 713.08
Exposure of other cases during........... 101, 713.07
Field of search.........ccccccoviiiiiiiicie e, 713.02
Finally rejected application.......... 706.07(f), 713.09
How conducted..........cccoooiiieiiiiiiiiiieeeriee 713.01
Inter partes questions..........ccccceeeeviiiereeeinnns 713.06
Interview summary form................... 713.04, 2281
Local attorney........cccceecuveeeeeeneineenn. 713.03, 713.05
Made of record..........ccccvervuirnnnnen. 713.01, 713.04
Merged reissue/ inter partes reexamination. 2686.03
MOEL...ueeiriiiiiieiiee e 713.08
Oral agreement not binding 713.04
Patentability report cases........c.ccooveeevveeennne 713.01
Prior to first Office action............ 706.07(b), 713.02
Prohibited...........ccccvverieiiiiiiee e 713.05
Protestor participation.............cccceeevvcivneeennn. 1901.07
Question of patent validity...........c....ccceeeenns 1701
Record of substance required........ 713.01, 713.04
Reexamination
EX PArte .ooeeeeiieieiiiieeeeeee e 2281
Inter partes .... 2666.30, 2685, 2686.03, 2687
Refused............ 713.01, 713.02, 713.05, 713.10
Requested in continuing application.......... 706.07(b)
Requested in Office action 707
Sounding OUL......ccuvveveeiiiiiiiee e 713.03
Special Situations. ..........ooccvveeeieiniiiieeeen e, 713.05
Substance made of record............. 713.04, 714.13
Supplemental examination, prohibited in.......... 2814
Telephone..... 101, 408, 713.01, 713.05, 812.01
Time allowed........cccooviiiiiieiiiiee e
Video conference.............
Videotape showing
Where held.......cccooe i
Invention (See also: Patent Rejection )
Brief summary........cccccoiii 608.01(d)
Detailed description...........c.ccceevvveeinieennnns 608.01(g)
Made in this country.........cccccveeeeiiiiiereeeinnns 2138.02
Mode of operation..........ccccceevvieeeeeniinnee. 608.01(h)
Inventive entity, Different..... 706.02(k), _706.02(]) to
706.02(1)(3)



INDEX

Inventive entity, Same(overlapping subject matter) — Joinder of inventors

Sec. No. Sec. No.

Inventive entity, Same(overlapping subject matter).....

Proof.......oooe 409.03(d)
804, 804.03 22 .
| tor (S Iso: Applicant P licant ) Proof of irreparable damage................. 409.03(g)
6“8’;2? (See also: Applican f0.5€ appicant)..... Proof of proprietary interest..... 409.03(f), 409.05
Common, at least one..... 211.01, 706.02(k), Inveht(?r’s . certificate
2137.01 Priority benefit.........cooovvvii
Continuing application.............ccccevreeeee. 201.06(c) Rejection based On...........civiriviinienns
Correction (See also: _Correction of inventorship ) Inventors Assistance anter ...... s
Deceased......... 409, 409.01(a), 409.01(b), 1806 IPS (Interference Practice Specialist)
Execution of oath/declaration by legal Irreparable damage, Proof of...................... 409.03(q)
representative...........cvecveeeveecieeenee e, 602.08(b) Issue (See also: Allowance and issue )
Government property rights statement........... 151 Issue batch number (no longer used)............. 1303.01
Duty of disclosure by.................. 2001.01, 2002.01 Issue Classification Form/Sheet/Slip (See also: Form
Foreign priority..... 210to0 217, 2133.01, 2152.01 letters and forms )..... 903.07, 906, 907, 1302.09,
Full first or middle name required..... 602.01(b), 1302.10 -1302.13
602.08(b) ISSUE TEE...eiiiiiiiiie e 1306
Heirs.. oo 409.01(b) After payment.........occcveeeeeiiciiiiee e 1306.03
IMProper NAMING..........cco.cvvvverereeeerserseenenen. 2157 Credit card payment...........ccccocvvviiicniennne, 1306
Initials as a given name 602.08(b) Deposit account...........ccccuevvvvvriiinieeennns 1303, 1306
INSANE.......ovooveeeeeeeeeeeeeeeeeee e 409.01(b) Failure to pay........coooonivinnicnenns 711.03(c), 1306
International application................ccc..cccocveeenn.. 1806 Late payment. ..., 711.03(c
Legally incapacitated..............cccococvveven.n. 409.01(b) Petition to accept late fee............c............ 711.03(c
MiCro entity StatUS...........cocoeveeeeereeeeereneenns 509.04 Reissue application.............coocveiiiinnnnn, 1415
Name change........coecoeve. 602.01(c). 602.08b(b) Who may file........ocoovvieeiiiiiie e, 1306
Correction......... 201.05, 602.01(c). 602.08b(b) Israel Patent Office (ILPO)..... 1840, 1840.05, 1860,
Order.....ccoveeeiieiecreenn, 602.01(c), 602.08b(b) 1865
Petition......ooo 602.01(c)(3) Issue of patent........ccccevviiiiiee i 1309
Typographical, translation error... 602, 602.01(c) Deferred i : - 1306.01
602.08(b Request for simultaneous issuance 1306.02
None available..... 409. 409.02. 409.03(b). Issue of patent to applicant..........ccccccceveeeiiiiiennnn. 308
602.08(b) Issue of patent to non-applicant assignee............. 307
Proof............... 409.03(a), 409.03(b), 409.03(d) Item of information in supplemental examination.....
Proof of irreparable damage................. 409.03(q) 2809
Proof of proprietary interest..... 409.03(f), 409.05
Order of 602.01(c), 602.08b(b)
PrO SE coovvieei e 707.07(j). 713.01
Refuses to sign..... 402.03, _409.03, 409.03(d),
602.08(b)
Execution of oath..... 602.01(c), 602.08(b), 604
Representative of...........ccocveeeiiiiiieec e, 400 J
REQUIFEMENS......coeeeveveeieeeeeeeteeeeseeeeeeeeennas 2137.01 Jacket (See also: File wrapper/history )
RESIAENCE. ..., 602.08(b) Japan Patent Office (JPO)..... 1840, 1840.06, 1860,
Rule 1.53(b) 201.06(c) 1865
RUIE 1.53(0).vvvoveeereeeeeeeeeeeeeeeeeseeesereeees 201.06(d) Japanese year SyStem...............oovnniess 901.05(a
Self-prosecuted case................... 707.07(i). 713.01 Jepson ClaIM ..o 2129
SMall entity SALUS.........veeeeveeereeeresereeeseree. 509.02 Joinder, IMProPer.........cccoviiiieeeeiiiiiee e e 805
Unavailable........ 409. 409.02. 409.03. 602.08(b) Joinder, generic or linking claim allowable.... 821.04(a
At least one joint inventor available....... 409.03(a) Jo?nder, prgduct claim allowable.................. 821.04 b
Last known address.........__ 409.03(e) Joinder of INVENLOrS.........ccoveiviiiiiiieceiieeee 409.03
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Joint application, definition — Living matter

Sec. No. Sec. No.
Joint application, definition............ccccceeevvvnenn.. 201.02 L
Joint application, original oath........... 1602.01, 602.00  LACKES.......o.cccoreroesooessoeesoee e 2190
Joint inventor Lack of unity of invention..... 823, 1844.01, 1845.01,
Oath...cceeiiiiie e 602.01, 602.09 1850
Power of attorney to.............. 402, 402.01, 402.02 Lack of utility........c.ccevverreennnne. 608.01(p). 706.03(a)
Refuses to sign application..... 409.02, 409.03 Language, Offensive........................ 608, 1504.01(e)
409.03(a) Language Of PAPErS............cceveevereeverererenenans 608.01
Rights of nonsigning............ccccccoooviein. -409.03(i) Late payment of issue fee..........cccccoovuuen.... 711.03(c)
Joint inventors......... 201.02. 602.09. 609, 2137.01 Law, new interpretation of..............ccccocvvevrrernens. 1207
Change in order of names..........cccccecveene 602.01(c) Laws, Patent (See also: Statutes )
COMECHION. ..ot 602.01(c) Legal representative refuses to sign............ 409.03(c)
Provisional application...........ccccccovveeeninnenns 602.09 Letter (See also: Action Form letters and forms Letter,
JOINt OWNEXS....oeiiiiiiiiiiee e 301, 301.01 Examiner’s )
Joint research agreement..... 302, 302.07, 2146, Abandoned after allowance............c..ccccuuve... 711.05
2156 Congressional iNQUIry............ccccovevevevenen.. 203.08(a)
Common ownership. 706.02(k), 2146, 2154.02(c) Drawing transfer...........coovveeeeeescvceeeenennn, 608.02(i)
Double patenting rejection based on disqualified prior Official INQUINY.......oveereieriereseeeeees 203.08(a)
AL 706.02(1)(3)._804. 804.02. 804.03 STALUS. ... 203.08
Evidence required for establishing..... 706.02(1)(2). Letter, Examiner's (See also: _Examiner's Letter )
717.02(a), 717.02(b), 2146 , 2156 . .
Prior art disqualification under pre-AlA 35 U.S.C. Letters, recelpt. e.md h.andlmg ................................. 500
103(c)..... 706.02()(1). 706.02()(2). 706.02(1)(3). Letters of administration...............ccccceennernnn 409.01(b)
2136.01 2141.01 Letters testamentary.............ccoccoveiieiiiennnnn, 409.01(b)
Prior art disqualification under 35 U.S.C. Library, Scientific (See also: _Scientific and Technical
102(b)(2)(C)..... 717.02to _717.02(d), 2154.02(c). Information Center (STIC) )
2156 Library Services..........cccoovvveeeiiiiiieee e 901.06(a)
Statutory basis under pre-AlA 35 U.S.C. 103(c)..... License agreements under patent......................... 301
706.02 Recording Of.......cccooviivieiiiiececiecece i 310, 313
Joint venture..........c..coeeeeue.e. 706.02(1)(2), 717.02(a) License rights ClauSe..........ccccvveeveeereeiie e 310
Judicial NOICE........ovvieeieeeee e, 2144.03 License to file foreign application..... 115, 140,
Judicial review 706.03(s)
Ex parte reexamination proceedings............... 1216 License to file international application...... 140, 1832
Patent applications...........ccevvveeeervesveesieenn 1216 LiCENSEE, ACCESS......vvivveeriiiieeiee e 106.01

Standards of review by the Federal Circuit... 1216.01
Jurisdiction

Allowed application...........ccccoocuveeeeen. 714.16, 1305
Appealed application............cccecuveernen. 1203, 1210
Application before court..........ccccceeoviiiiieneeiinns 1216
Interference........cccccceiiiieeiiiniinen. 2307.02, 2308
K
Kind Codes.........cooeeeeiiiiiiiiiicccirreeeeee 901.04(a)
Kinds of patent documents..........ccccceeeeeiiiivieneenn. 1851
Korean Intellectual Property Office (KIPO)..... 1840,
1840.02 1860 1865
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Licensing and Review section..... 115, 120, 140,
150, 502, 502.01, 706.03(b). 706.03(s)

Linking claim..... 806.04, 806.05(c), 809, 809.03,
821.04(a)

Transitional application.............ccccccceevvee. 803.03(a)
List of countries giving right of priority.............. 213.01
List Of ECISIONS........oeevviiiieeeeeeeeeeeee e, 1l
List of prior art in reexamination.............. 2257, 2657
Literature citation in specification................. 608.01(p)
Litigation information, Duty to disclose....... 2001.06(c)
Litigation not stayed in reissue....................... 1442.02
Litigation, reexamination copending

EX PArte oo 2286
Inter partes ............ 2640, 2681, 2686, 2686.04
Litigation related reissue.. 1404, 1442.01to 1442.05
Litigation, stays............. 1442.03, 1442.05, 2686.04
Living matter (See also: Biotechnology )............ 2105



INDEX

Local representative of attorneys — Maintenance fees

Sec. No.

Local representative of attorneys..........ccccceeevuneen. 408
Locarno international classification designation..... 907

M

Machine, process or product..... 806.05(e), 806.05(f),
806.05(g)

Machine Translation..................... 706.02, 901.05(d)
Mail (See also: Mail Stop )
AdAreSS. ... 501
Depositing correspondence...........cccvveeeeeenvnenn.. 502
Distribution...........ooevvvuieeeeiiieeeeeee e, 501, 508
EXPresS....cvcvveeveeereeeeereaneenne 502, 513, 711.03(c)
Identification.............ooovvvvviiieiiiiieeeeeeii, 502, 503
Receipt and handling.........c.cccccovvieeiiieninienennne 500
Undelivered..........cccoeiiiiieenennnnns 707.13, 1303.02
AT o I oo Lo [ TSR OPSRR 502
Mail date as filing date.........ccccovvveiniiiniieeinieee 513
Mall SOP...ceieiiiiiiiee e 501
Mail Stop 8 (Solicitor) 1216.01
Malil StOP 10....ceiiiieiiiiieiiiee e 1232
Mail Stop 16 (Refunds)..........ccoeeeeeiiiieenennn. 509.03
Mail Stop AF....coviiiiieeee e 714.13
Mail Stop Assignment Recordation..... 501, 302.08
Mail Stop CONVersioN...........ccueeeeeeenuenennn. 601.01(c)

Mail Stop Document Services..... 103, 501,
601.01(c), 2222, 2232, 2501, 2622, 2632,
2803.02

Mail Stop EBC.......ccovvveeeiiiiiiee e 403
Mail Stop Ex Parte Reexam..... 501, 2222, 2224,
2226 2231 2246
Mail Stop Expedited Design...........cccceeeneee. 1504.30

Mail Stop Express Abandonment.. 1002.02(r), 1125
Mail Stop Hatch-Waxmen PTE..... 501, 1002.02(b),

2754 2754
Mail Stop Inter partes Reexam... 501, 2622, 2624
Mail Stop Issue Fee............... 502, 1306, 1306.02
Mail Stop LER.......coeiiiiiiiiiie e 120
Mail Stop Maintenance Fee.................... 501, 2510
Mail Stop MPEP..........cooiiiiiee e
Mail Stop OED........cccuveeeiiiiiiieieeeeiieeen 402, 407

Mail Stop PCT..... 501, 1808, 1821, 1864, 1865

Mail Stop Petitions..... 1002.02(b), 1308, _1901.03,
2580 2590, 2720

Mail Stop PGPUB.........coviiiiieiee e 1126

Index-59

Sec. No.

Mail Stop ReISSUE.........oeevieiiiiiiiiieeiiieeee e 1410

Mail Stop Sequence (Box SEQUENCE)..... 2422.09
2429

Mail Stop supplemental examination..... 2806
2812.03

Mailing action.........ccccoeveeveiiiieens
In ex parte reexamination
In inter parte reexamination..............cccceeveeennee 2664

Mailing, Certificate of (See also: _Certificate of mailing
or transmission (37 CFR 1.8) )

Maintenance Fee Branch.............cccoeeeeeiivivivnnnnnn. 2501
Contact information............cooovvvivviiiiiieeieeeeeeees 1730

Maintenance fees (See also: Fee Refunds)..... 1730,
2500

Attorney or agent
Handling of requests to withdraw................. 2560
Revocation of power of attorney....... 2501, 2560

Change of correspondence address..... 2501, 2542

Credit card used for payment of............ 2510, 2522
Due dates for payment.......cccccceevvvieniieeeniienenns 2506
Duplicate Payment...........ccococeieiiiiiiiieee e 2532
Facsimile submission............cccccvvvvennne.. 2515
Fee address 2542
Fee amounts 2520
FOIMS.... e 2595
Information available from Maintenance Fee Branch...
2501, 2570
Information required with payment....... 2515, 2530
INSUFfICIENT...cvvvveeee e, 2531
Internet submission 2510, 2522
Intervening rights in reinstated patents............. 2591
LAl ettt 2531
Mailing address for maintenance fee documents.....

501 2501 2510
Mailing address for payments..... 501, 2501, 2510
Maintenance Fee Branch...................... 2501, 2510
Method of payment...........cccovveeeiiiiiieee e 2522
Micro entity status requirement..............ccc...... 2550
Notices — Expiration, Receipt, Reminder.......... 2575
Obligation to pay while reissue is pending... 1415.01
2504 25086, 2515
OVErpaYMENt.....ccoeeeeieeieiiei e 2550
Patents subject to payment of..........c.ccceevieene 2504
Payment informalities...........cccocvvevieiiiiiiinee e, 2530

Petition to accept..... 2515, 2530, 2531, 2550,
2590

Reexamination...............cuvvvvieeeeeeeeeeeeeeeee e 2506

Refusal to accept and record payments, Review of.....
2580
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Maintenance fees — Name

Sec. No.

Reinstatement, delayed payment..................... 2590
Reissue patents....... 1415.01, 1443, 2504, 2506

Saturday, Sunday or Federal holiday, due on... 2504
2506

Sec. No.

Gross income basis.........ceeeeeeviiieeeennnins 509.04(a)
Institution of higher education basis.......... 509.04(b)
.................................................................. 509.04(c)

Previously filed patent application exclusion.....
509.04(a)

Small entity status requirements...................... 2550
Special ACCEPLANCE........coviuviieeeeiiiieeee e 2530
Status reqUESES........uvvvveeieieieiiieiieeeeeeen, 1730, 2570
Mandatory Classification............ccccceeveeinieeenne 903.07
Manual, authority Of..........ccooiiiiiii e,
Manual of Classification for USPC................ . 902.01
Manuscript decCiSiON..........coccveiiieeeiiiee e 707.06
Margin, application papers ... 608.01
Mark of applicant..........ccccovveerniiiiniiieiiennn 602.08(b)
Marking, SECUNLY.......ocvieieiiieeeiiiee e 121
Markush claim..........ccoccooererenene 803.02, 2173.05(h)
Antedating reference for..........cccccoveveiiinenns 715.03
Supporting disclosure
Master classification file (MCF).................... 902.03(a)

Material mistake by Office in published PG-Pub.. 1130

Materiality of information regarding patentability (See
also: Duty of disclosure )

Mathematical algorithms...... 706.03(a), 2106, 2181
Matter not in original disclosure................... 608.04(a)

Broadest reasonable interpretation.................. 2181

Equivalent compared to Doctrine of Equivalents.....
2186

ODBVIOUSNESS......ooriiiiiieciieit e 2183
Prima facie case of equivalence.......... 2183, 2184

Related issues under 35 U.S.C. 112(a) and (b) or
pre-AlA 35 U.S.C. 112, first or second paragraphs.....

2181 2185
Scope of the identification of prior art............... 2182
Single means claim..................... 2164.08(a), 2181

Means plus function limitations..... 706.02(m), 2106,
2111.01 2114, 2181 to 2186

Memorandum, Citation............cccecveerveeneenineenen 707.06
Merger of ex parte reexamination and reissue.... 2285

Merger of inter partes reexamination and reissue.....
2686.03

Merger of supplemental examination.................. 2821
Method of making and apparatus or product.....

806.05(e), 806.05(f)
Metric (S.1.) system usage.......cccccoevveeeeeniennnnn. 608.01
Micro entity status
Application filing limit.............ccccoeoieennns 509.04(a)
Continued obligation to determine micro entity
qualification...........ccecveiiieeiiii e 509.04(d)
Correcting errors in micro entity status....... 509.04(f)
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Notification of loss of entitlement to micro entity

SEALUS ... 509.04(e)

............................................... 509.04(a). 509.04(b)
Microorganisms (See also: Biotechnology )
Microorganisms, deposit of..... 1823.01, 2402 to
2411.05
Microorganisms, patentability of..... 706.03(a), 2105,
2164.06

Militarily Critical Technology List (MCTL)............... 120
Military officer notary..........cccccoeeviiiiinieeennnnnnn 602.04
MiINOK, INVENEO......uvvieiieiiieieeieee e 409
Misjoinder, Effect on patent...........c..cocceeeeiiinnen. 805
Misjoinder of inventors..... 602.01(c), 1402, 1412.04
Mistake (See also: _Correction of patent _Errors )
Mistake by Office in Pre-Grant Publication.......... 1130
Mode, Best (See also: Best Mode )
Mode of operation...........ccccoevvvieeeeeiiiieneeennn 608.01(h)
MOt 608.03
Model, retUrN......cceeeeeeeiiiiieieee e, 608.03(a)
Model at INtervieW..........ccceeiviirivieiicniieecnne 713.08

Motionsininterferences (See also: Interference: Motions

)

Multiple dependent claims
Fee calculation 607, 608.01(n)
Handling........coooiiiiiieie e 608.01(n)
Restriction practice...........ccccevevrveeenvnrennne 608.01(n)

Multiple papers on same issue in protest.... 1901.07(a)
Multiplicity of claims..... 707.07(9). 714.16.,

2173.05(h), 2173.05(n)
Multiplicity of species.................... 806.01, 808.01(a)
Munitions Lists of the International Traffic Arms
Regulation (ITAR)........cceeeiiiiiiiee e 120
N
NAFTA. e 715.07(c)
Name (See also: Applicant Inventor )
Change.......cccoeeveveeeeireennnn, 602.01(c), _602.08(b)
Correction........c.cceveeeeene.. 602.01(c), 602.08(b)




INDEX

Name — Nonprofit organizations

Sec. No.
Order....ueeeevieeeeee e 602.01(c), _602.08(b)
Petition..........ooeeeeenvnnnnns 605.04(c), 602.01(c)(3)

Translation, typographical error... 602.01(c), 602

602.08(b)
Change, file sent to Office of Patent Application

Processing (OPAP))......cccciiiiiiieiiiiieeen. 602.08(b)
Full first or middle required..............ccc....... 602.08(b)
OFder....oceieeieeieeee e 602.08(b), 602.01(c)
Signature (See also: Signature )
Uniformity with signature.............ccccceeenee. 602.08(b)
Names used in trade............cceeeerviineennnns 608.01(v)
National Aeronautics and Space Administration
(NASA)...coiite e 115, 150, 151
National application...........cccccceeiiieeiniiieniiee e, 201
National security, application affecting..... 115, 120,
121 130 140
National stage application (35 U.S.C. 371)..... 201.01
1893 to 1896
Compared with national application.................. 1896
Continuation or continuation-in-part..... 1895,
1895.01 1896
Drawings.......ceeeeeeiiiiieeeeeeeiiee e e eiieeeee s 1893.03(f)
Filing date........ocooeevieeeiieeee e 1893.03(b)

Information disclosure statement..... 609.03

1893.03(q)

Sec. No.

Amendment of disclosure..... 608.04, 2163.03,

2163.04 2163.07
Claim.....cccoooeviinieens 608.04, 706.03(0), 2163.03

Appealable...........c.cccocueeenne 608.04(c)
Claim terminology 608.01(0)

Continued prosecution application (CPA)... 201.06(d)
Continuing application.................. 201.07, 2163.03
Design application..... 1503.01, 1503.02,

1504.01(a), 1504.04
DISCIOSUre...ccccoiiiiiieeeeiiieeeee e 608.04, 2163.06
Divisional application...........cc.cccceviveeiiniennne. 201.06
Drawing........cceeveveeereereeeereerenns 608.04, 706.03(0)
Inherent characteristics........ 608.04(a), 2163.07(a)
Objection........ccccoevvvienenniienn 706.03(0), 2163.07
Petitionable...........c.ccoovreerenene. 608.04(c), 2163.06
Preliminary amendment......... 608.04(b), 714.01(e)
PriOMitY...ooeiiieeiieeece e 2163.03, 2163.05
Reexamination, inter partes ...... 2671.01, 2671.02
Reissue application............ccccceeriiiieeeeennes 1411.02
Rejection................... 608.04, 706.03(0), 2163.06
Specification, petitionable..............cccce... 608.04(c)
Substitute specification...............c.cc.ecueeeee. 608.01(q)
Trademark definition...........ccccovevvevinieenne 608.01(v)
When entered..........cccocovervieneennnn. 714.19, 714.20

NIRC (See also: Notice of Intent to Issue Ex Parte
Reexamination Certificate (NIRC) PTOL-469 Notice of

Intent to Issue Inter Partes Reexamination Certificate

(NIRC) PTOL-2068 )

Nonanalogous art..... 904.01(c), 1302.14, 2131.05,
2141.01(a)

Order of examination..............c.......... 708, 1893.03
Petitions related t0..........cocevviieiiieeennenn, 1002.02(p)
POt oveee e 1893.03(c)
Unity of invention...........ccccooieiiiiniinnenn. 1893.03(d)
Naturally occurring article...........ccccoevveenee. 706.03(a)
Negative limitation............ccoceeeeeviiiieeeeeiiins 2173.05(i)
Negotiation authority............cccoeieeeiiiiiieeeeenines 713.05
New application (definition)............cccceveiiinenne 203.01

Assignment to examiner for examination... 903.08(b)
Assignment to examiner in TC for examination.....

903.08 903.08(a) 903.08(e)
Examiner review for completeness.................... 702
INSPECHION.....ccciiiiiiee e 903.08(a)
TranSer.....ooo 903.08(a)
Transfer refused...........ccoveveiiiiieneenie 903.08(d)
New examiner, action by.............cccoeeveveeeeennen. 707.01
New ground of rejection by the Patent Trial and Appeal
BOArd.......cooiiiiiieeie 1214.01
In inter partes reexamination............... 2681, 2682

New ground of rejection in inter partes reexamination..
2671.01

New ground of rejection on appeal................. 1207.03
NEeW Matter.......coccveveeriienieennens 706.03(0). _2163.06
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Design applications.................... 1504.02, 1504.03
Nonelected invention
Claims to
Added......ccooiiiiii 821.03
Canceled.........cooceeeiiiiiieneennns 821.01, 821.02
Eligible for rejoinder.........ccccovveeiiiiiiiiiecien, 821
Withdrawn..........ccceeniiiieeninnne. 821.01, 821.02
Nonelected species
Claims to
Canceled..........ccooeriiiniiineennnn. 821.01, 821.02
Eligible for rejoinder...........ccooccviiiiniiiieeenns 821
Withdrawn.........ccoceeeniiiiienennne. 821.01, 821.02
Non-English oath or declaration...................... 602.06
Nonnaturally occurring manufacture or composition of
MALET....eiiiiiie e 2105
Nonpatent literature..........cccooveeeniveenieeeinieens 901.06
Nonprofit organization, claiming status as........ 509.03
Nonprofit organizations............ccccoecvieeeeeniineeen. 509.02
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Nonprovisional application — Oath, International application

Sec. No.

Nonprovisional application (See also: _Application ).....

506, 601
Nonpublication request, Application.................... 1122
Nonpublication Request Under 35 USC 122(b)(2)(B)(i),
form PTO/SB/35

Cited..oi oo 1121, 1122

Reproduced...........ccceeiiiiieiiieeiiee e 1135
Nonreceipt of Office letter...........cccccoevineee. 711.03(c)
Nonsigning inventor’s rights...........cccccooveene 409.03(i)
Nonstatutory claim...................... 706.03(a), 2107.01

Nonstatutory subject matter..... 706.03(a), 2105 to
2107.01

Not fully responsive amendment..... 714.02, 2266.01,

2666.30 2671
Notary jurisdiCtion..........cccooveeiiiieiiice e 602
Notary jurisdiction, military officer.......................... 602
Notary jurisdiction, venue agreement 602
NOLArY S€al....ccciuvieiiiiieiiiieriee e 602
Notation on file wrapper/history

Foreign application...........cccocvvevneeeniiieeniee 202

Parent application............cccccevveene 202, 211, 202
Notice, CItAtiON.........cuuviiieie e 707.06
Notice of allowability............cccccceeviieiiniiiennne. 1302.03

Notice of allowance (See also: Allowance and issue
Form letters and forms: Notice of Allowance and Issue

Fee DU PTOL-85 )..ccevvieiieeiiesiieeiee e iee s 1303
Assigned application............ccccceeieiiienenn. 307, 308
Deceased iNVENtor.........ccccoeecvviereeeiiiieeeennn 1303.03
Reissue application.................. 1444, 1456, 1457
Secrecy order application...............c.cc...... 2115, 130
Undelivered...........ooeviiiieiieiiiiiee e 1303.02

Notice of appeal..........cccceeeiviiiiiic e, 1204

EX parte reexamination............ccccceeveivieeeaenne 2273
Inter partes reexamination....... 2662, 2667, 2674

Notice of cross appeal............ 2662, 2674, 2674.01

Notice of Ex Parte Reexamination Certificate Issuance

in the Official Gazette .........cccceeeiiiiiieniiien. 2291

Notice of Ex Parte Request for Reexamination in the

Official Gazette ........cceeeeeeiiiiiiiiiiieee e, 2229

Notice of foreign filing after nonpublication request.....
1124

Notice of informal patent application form..... 707.07(a)
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469.. 2234, 2250, 2250.01,
2256, 2262, 2266, 2273, 2274, 2283, 2285,
2287, 2287.01, 2288, 2289, 2296
Notice of Intent to Issue Inter Partes Reexamination

Certificate (NIRC) PTOL-2068..... 2656, 2660.02
2666, 2666.10, 2666.20, 2671, 2671.01, 2673.01,
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Sec. No.

2673.02, 2674, 2675, 2682, 2686.01, 2687,

2687.01 2694, 2696
Notice of Inter Partes Reexamination Certificate
Issuance in the Official Gazette ............. 2688, 2691

Notice of New or Revised Pre-Grant Publication.. 1127
Notice of Non-Compliant amendment..... 714,
714.01(e),

Notice of Pre-Grant Publication........................... 1127
Notice of references cited form (PTO-892)..... 609.02,
609.03, 609.04(a), _609.05(a), 609.05(c), 609.06,
707.05, 707.05(a)to _707.05(e), _707.05(g). 2687

Notices (See also: _Publication)................... _, 707.06
Notices, maintenance fees..........ccccc....... 2501, 2575
Nuclear material application.............c..coec.... 706.03(b)

Nucleotide sequences (See also: Biotechnology
Sequence rules)..... 803.04, 1823.02, 1848, 1850,

1877, 2400
Publication on web for PG-Pubs..........c..cccc..... 1121
Restriction practice................ 803.04, 1850, 2434

Nullification of double patenting rejection......... 804.01

Number, Application...........ccoceeeriieeinieenne 503, 506

Number, Drawing reference character......... 608.01(q)

Number, Serial.............ccvvvveeiiiiiiiiiieinn, 503, 506

Numbering paragraphs of letter.................... 707.07(k)

(0]
Oath (See also: Declaration )

Antedating reference (See also: Affidavit, of prior
invention to overcome a pre-AlA 35 U.S.C. 102 or 103

rejection(37 CER 1.131) )
NON-ENglish.........ccoovieiiiiiii e, 602.06
Original (See also: Oath, Original, Rule 1.63).....
602.01(a), 602.01(b), 602.01(c)
Plant application (Rule 1.162)...........ccccveennee. 1604
Reissue (Rule 1.175)......... 706.03(x), 1414, 1444
Supplemental..........ccccooiiiiiiinii 1414.02
SUBSHEULE. ... 602.02
Supplemental..............cccoeeeeeiiinnn.. 601.05(b), 603
Supplemental and allowance......................... 603.01
Traversing rejection (Rule 1.132).........c.ccceeenneen. 716

Oath, Antedating reference (See also: Affidavit, of prior
invention to overcome a pre-AIA 35 U.S.C. 102 or 103

rejection (37 CER 1.131) )..cooovvvriiriininiiiiciencne, 715
Oath, International application................... 1893.01(e)



INDEX

Oath, Original, Rule 1.63 — Office hours

Sec. No.
Oath, Original, Rule 1.63..... 602.01(a), 602.01(b),
602.01(c)
AdMINISLENING. ... 602
Amendment.........ccooiiiiiien i 602.01(c)
Attorney administers.........cccvveeevirivieeeesiiiieneeens 602
Consular certificate 602.04
Continuing application................ 602.01(c), 602.05
Copies, filing Of......cccoviiiiiiiiii e 602
Date of eXeCULION.......cccovvivierierrieiiceec e 602.05
Declaration in lieu of, Rule 1.68........... 602, 602.01
Defective........... 602, 602.01(b), 602.02, 602.03
Delayed filing.......c.ccovviiiiiieiiiieeece e 506
Divisional application............. 602.05(a), _602.05(b)
Executed before alteration of specification..... 602.02
EXECULION.....coiiiiiiiiiii et 602
FacSimMile......oooiee e 602
Foreign eXecution...........cccceevveeeiiieeinieeenne 602.04
Foreign-filed applications listed..... 214, 214.03
602.01(b)
Invalid, By attorney in case
Jurisdiction of notary...........ccccecveennee.
New required.........cccceevveeerveeennnen.
Notary................ 602, 602.03, 602.04, 602.08(b)
Notary certificate.........cccccovvevevinrennnn.
Notary jurisdiction.............ccccvveeeeiiiiier e, 602
Refers to preliminary amendment............. 602.01(c)
Y=Y | N 602
Seal, Foreign application.............cccccovuveeeennns 602.04
Seal, Not required..........cccueeieeiiiiiiiiiieeeeee 602
Signed before alteration of specification.... 602.08(b)
SUDSHULE. ..o 602.02, 604
VEBNUE. ...ttt 602
Oath, Supplemental, Rule 1.67............c.cccvvveeenne 603
After allowance............ccocoveneeniniens 603.01, 714.16
Change of inventorship................... 602, 602.01(c)
Oaths, Conflicting..........cccccoeevenee 201.03, 602.01(c)
Object of invention..........cccccoevieeeeeiiciieneee, 608.01(d)
Objection contrasted with rejection................... 706.01
Objection, Dependent claims....................... 608.01(n)
Objection to formal matters, When made..... 707.07(a)
707.07(j). 710.02(b), 714.14
Obvious error, correction.................... 1302.04, 1305
Obviously informal application.............c..ceee.... 702.01
Obviousness..... 706.02, 706.02(j), 2141to 2146,
2158
Age of reference.........cccooviieiiiiiii e 2145
Analogous prior art..... 1504.03, 2141.01(a). 2145
Design applications..........ccccccvvveeeeiiiivieneennn. 1504.03
Form paragraphs used for rejection......... 706.02(m)
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Sec. No.

Number of references..........cccccvvvviieieieeeeiennnnnn, 2145
Ordinary skill, level of 2141.03
Prima facie case... 2142to 2143.03, 2144, 2158

Predictability.........ccoooeiiiiiniieeen, 2143.02
Rebuttal against...........ccccoviiiiiiiiiininee 2145
Process claims, nonobvious product........... 2116.01
Provisional rejection..........cccccovvveevceeennnee. 706.02(Kk)
RANGES. .. .iiiiiiiiieieieiieee s 2144.05
Rationale for.........cccccovveviniiinnnen. 2144 t0 2144.09
Adjustable, making...........ccccevevveriiienne 2144.04
Aesthetic design changes 2144.04
Automating manual activity...................... 2144.04
Duplication of parts........c.ccccevvveeeinveennne. 2144.04
Elimination of element or step................. 2144.04
Equivalence, art-recognized.................... 2144.06
GEeNUS-SPECIES......eveiiiiieriiieiiiiee e 2144.08
Integral, making..........ccccoeveiiiieeiiiiieen. 2144.04
Omission of element or step.................... 2144.04
Portable, making.........ccccooveviieeniienne 2144.04
Proportion changes..........cccccceeeviiieeeenne 2144.04
Purifying old product.............cccceevvniennnne 2144.04
RANGES. .. vttt 2144.05
Rearrangement of parts ... 2144.04
Reversal of parts.........ccccevvvveiiieeeniiinenns 2144.04
Separable, making............ccccveeeiiiinnnenn. 2144.04
Sequence, change iN.........cccccceeeviieeeennn. 2144.04
Shape changes........ccccoocviiiiiiiniinens 2144.04
Size changes.......ccoocevveeiiciiieee e 2144.04
SPECIES-0ENUS. ...t 2144.08
Rebuttal arguments by applicant...................... 2145
Teaching away in prior art................ 2141.02, 2145
Offenlegungsshriften...........cccccoeiiiiiennins 901.05(b)
Offensive language............ccccevveenne 608, 1504.01(e)
Redacted in Pre-Grant Publication................... 1132
Offensive subject matter................. 1003, 1504.01(e)
Offer to sell........ 706.02(c), 2133.03(b), 2152.02(d)
Offer to surrender original patent (not required)... 1416
Office action (See also: Action )
Office action in ex parte reexamination... 2260, 2262
Office action in inter partes reexamination..... 2660,
2671
Not closing prosecution...........c.cccveeeeeennnnne 2671.01
Reopening prosecution after ACP.... 2673, 2673.01
Reopening prosecution after Examiner’s Answer.....
2679
Reopening prosecution after RAN........ 2676, 2677
Office date stamp...... 505, 506, 710.01(a), 714.18
Office NOUIS....cceiiiiiiiiic 510
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Office of Congressional Relations — On sale

Sec. No.
Office of Congressional Relations................ 203.08(a)
Office of Electronic Information Products........ ., 1730

Office of Enrollment and Discipline..... 402, 402.01
407, 410, 502, 510, 601.03, 602, 714.01(a),

1002.02(k)(1) 1002.02(m)

Mailing address.........cccccveeveiiiiieeeeeiiee e 501
Office of General Law...........cccccocveennee 1002.02(k)(2)
Office of Initial Patent Examination (See also: Office of
Patent Application Processing )

Office of Patent Application Processing (See also:
Incoming-Mail Section )..... 201.03, 201.06(c),
201.06(d), 202, 203.08, 402, 402.01, 409.03,
501, 502, 503, 506, 601, 601.01(d), 601.01(f),
601.01(g), 602.01, 602.01(c), 602.01(c)(1),
602.01(c)(3), 602.03, 602.05(b), 602.08(b),
608.01, 608.01(b), 608.01(f), 608.01(n), 608.02,
608.02(a), 608.02(b), 608.05, 609.07, 714.16(d),

903.08(a), 1306, 1414, 2501
Application Assistance Unit...........c.ccceeeveneen. 1730
Contact information..............cccccvvvvvireneeeenenen. 1730
Petitions handled.........cccccvvvvevevenennnnn. 1002.02(q)

Office of Patent Classification....... 903, 903.05, 906

Office of Patent Legal Administration (OPLA) (See also:
Central Reexamination Unit (CRU))..... 103, 506.02,
1002.02(b), 1449.01, 1457, 2227, 2236, 2239,
2284, 2285, 2287, 2642, 2667, 2668, 2686.01
o 2687

Office of Patent Publications (Office of Data
Management)..... 104, 502, 502.01, 603.01,
608.01(m), 608.02(z), 711.01, 714.16(d), 724.05,
903.07, 1120, 1121, 1122, 1125, 1126, 1302.05,
1302.12, 1303.01, 1308, 1309, 1309.02, 1611,
2229, 2283, 2287, 2295, 2686.01, 2687

Hand-delivery of papers t0..........cccccevveeiviivinnennn. 502
Petitions decided...........ccccooeeeiiiiiiiiiciinnns 1002.02(r)
Pre-Grant Publications Division..... 502, 502.01,
1125 1126 1730
Telephone number...........cccccceiieiiiiiiiee e, 1730

Office of Patent Quality Assurance..... 1302.04
1308.03

Office of Petitions. 106, 201.03, 201.06(c), 211.04,
502, 601.01(d). 601.01(g). 601.02, 602.01(c)(3).

609.04(b), 1002.02(b), 1308
Location and phone number.............ccccceeeinns 1730
Office of Policy and External Affairs................. 213.01
Office of Public Records..... 103, 104, 711.03(d),
1128 1309, 1730
Hand-delivery of papers t0..........ccccvveeivcivvenennn. 502

Office of Solicitor..... 311, 1002.02(k)(3), 1216.01,
1216.02, 1701.01, 1720, 1721, 2207, 2240, 2681

Mailing address........cccoovveeiiiiiiieee e 501
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Sec. No.

Office of the Commissioner for Patents..... 1721
1901.03 1902.01

Duty of disclosure to............ccvvveeeiniiiieeeennn. 2001.03

Office of the Deputy Commissioner (Associate
Commissioner) for Patent Examination Policy.. 502.03,

1002.02(b), 1721 2677
Petitions decided by...........ccooveeriiiinnnnn. 1002.02(b)
Official aCtioN...........cooiviiiiiiiccrreeeee e 707

Official Gazette(O.G.)..... , 403, 409.03, 409.03(h),
1703

Claim published.........ccccoeiiiiiiiiiiiiice, 1302.09
Reissue application..........ccccvevveiiieeenieeenne 1455
From ex parte reexamination certificate...... 2287
From inter partes reexamination certificate.. 2691

Copies and Subscriptions..........cccoceeveviieenineen. 1703

Defensive publications............cccccceeevinneeee. 711.06(a)

Designating classification................ccccvveee.. 1302.09

Drawing figure.......cccoouveeeiiiiiniiie e 1302.09

COGIP.. . 1703

Issuing as U.S. patent..........cccceevvveenieeenninennn 901.05

Notice of ex parte reexamination certificate.... 2288,
2291

Notice of inter partes reexamination certificate.....

2688, 2691
Notice of Certificate of Correction......... 1480, 1485
NOTICES .ovvviieiiiiiiiee e 1703
Notices of maintenance fees due......... 2501, 2575
Notice of ex parte reexamination request........ 2229
ONlNE..cccciiiee e 1703
Patents .......ooovvviiiiiie e 1703
Published electronically...........ccccccceiviiiiiiennnns 1703
Publishing disclaimers...........ccccccveeiiiiiineeeinnns 1490
Reissue application filing notice..... 1430, 1441,
1441.01, 1443, 1457, 1470, 1703
Statutory Invention Registration (SIR).............. 1111
Trademarks .......cccceeeeeiiiiieiee e

Official inquiries
Official Notice.........ccccvevrneenne

OIPE (See also: Office of Initial Patent Examination
(Office _of Patent Application Processing) )

“Old art” use in deciding request for reexamination.....

2242 2642
Old combination..........ccceeeeeeiieeiiiiiniiiieeeenen. 2173.05())

Omission in reply, inadvertent..... 710.02(c), 2266.01,
2666.30

Omnibus claim........c..ccceeuve.ne. 706.03(d), 2173.05(r)
On-line search (See also: Electronic databases).....
706.02(e), 901.06(a), 902.03(e)

On sale (See also: Public Use ).. 706.02(c), 2133.03,
2133.03(b), 2152.02(d)




INDEX

On sale — Ownership of applications filed subsequent to recording of assignment

Sec. No. Sec. No.
Affidavit or declaration..............cccccccoeveenn... 715.10 Order granting ex parte reexamination............... 2246
Anticipation rejection.......... 2133.03(h). 2152.02(d) Order granting inter partes reexamination..... 2646,
BUYET ..o 2133.03(b) 2660
Commercial activities. ... 2133.03. 2133.03(c), Returned as undelivered.............ccccooioiieeennnne 2654
2133.03(e), 2133.03(e)(1), 2152.02(d) Order of examination..............ccceeevene 708 to 708.03
Completion of the invention.... 2133.03, 2133.03(h). Patentability report.........cccccoccvivieeininennns 705.01(b)
2133.03(c), 2133.03(e)(1), 2133.03(e)(3) Order for compliance.........cccooeeorierieieeineenne 1210.01
Admission of completion by 37 CFR 1.131 Ordering
affidavit.......ccoininn 2133.03(c) Abandoned file.............cccoo.... 711.04(b). 901.01(a)
Definition of..........cccceeeeee.e. 2133.03(b), 2152.02(d) Foreign patent..........c.ccoceveveveevenereeeennnns 901.05(c)
Conditional sale..........c.ccccoevrivnnnnnn. 2133.03(b) Patented file...........c.ccccourrnnen. 711.04(b), 901.01(a)
Nonprofit sale..........cocovnicinnie 2133.03(b) PUblication...........cooeeeeieieeceec e 901.06(b)
Sale of rghtS......cccevvieiiiiiieee 2133.03(b) Reexamination, decision
Single sale..........c.ooiiiii 2133.03(b) EX Parte ....ocovvvevevevnnnnn. 2246, 2247, 2247.01
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Dispute between examiners...................... 705.01(a)
Final action...........ccccveiiniiiiecnicecne 705.01(a)
IMPFOPET ...ttt 705.01(e)
INIHIALE. ..ot e e 705.01
INEEIVIEWS.....ceeeeeieeeeeeeeeees 705.01(f), 713.01
Limitation as t0 USe..........occveeeeeeiiiiieneenn. 705.01(e)
Practice used only in extraordinary situations..... 705
PUIPOSE.....ceiiiiiiiiee e 705.01(e)
Recording........ccueeveeiiiiiiieeceee e 705.01(c)
Restriction, Effect on........ccccoeeeeiiiiiiiiiiiiiiieeeeeees 807
SEArCh....ccoeieireerieceeeeen, 705.01(a), _705.01(b)
Sequence of examination..................c...... 705.01(b)
Submitted to TC Director...........ccceeevueee. 705, 1003
Transfer of jurisdiction of application on appeal.....
705.01(a)
Panel review in inter partes reexamination
Patentability statement...........ccccoeviiieeieeninns
Patentable novelty, pointed out...............c.........
Patentable subject
Computer Programs.........ccceeeevecveeeeeerninneeeenenns 2106
Disclosed but not claimed..............c.cccocueee
Law Of NAtUe.......ccooiiiiiiiiiiiiee e
Living subject matter.............occveevveeennne 1601, 2105
Mathematical algorithms............cccccoovviiiieeens 2106
Plants. ... 1601, 2105
Patented file.........occovvvieeiii e 901.01(a)
Patented file, ordering..........ccoeevvveeieiiiinnn.. 711.04(b)
“Patent In” computer program (See also: _Sequence
TUIES )it 1730, 2430
Patents of addition, foreign.............ccccceeeenns 901.05(b)
Payment of fees.......ccccceiiiiiiiie e 509

Payor number (See also: _ Customer numbers )
PCT (See also: _Patent Cooperation Treaty (PCT) )

Pending application as prior art (See also: _Application
publication )............ 706.02(f)(2), 706.02(k), 901.03

Pending application preserved in confidence........ 101
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Application Publication )..... _706.02(f)(1). 706.02(f)(2),

706.02(k), 901.03

Period for reply........cccceviiiiiieeiiiee e 710
After Board decision..........ccccoecuiiereeniinnenn. 1214.01
After final........ooooeeiei 706.07(f)

In transitional application...................... 706.07(g)

After interference .. _110.02(b)
Amendment after........ccccceeeiiiiiiiee e, 714.17
Claim copied from patent............ccccecveeene 710.04(a)
Claims all allowed.... 707.07(a), 710.02(b), 714.14
Computed.......ccoeeverieieiieseens 710.01(a), 710.05
Copying claim from patent does not extend statutory
PEIOU. ... it 710.04(a)
Correction of citation.................. 707.05(g). _710.06
Date of receipt of amendment..... 710.01(a), _710.05
Defective Office action............... 707.05(g). _710.06
Difference between shortened statutory period and
time liMit.....oooo 710.02(d)
EXteNnsion.........cccccvveeiicveneennnn 710.02(d), _710.02(e)
Extension of time to commence civil action.....
1002.02(k)(1)
Extension of time to file notice of appeal at CAFC.....
1002.02(k)(1)
Full statutory period for reply.........cccccovvevivvennne. 130
Holiday, Saturday, or Sunday expiration of time.....
505, 513 710.05 710.01(a)
Incomplete reply..... 710.02(c), 711.02(a), 714.03,
2266.01 2666.30
Less than six months..... 710.02, 710.02(b),
710.02(c), 710.02(d), 710.02(e)

Miscellaneous factors
Petition........coeveicee e

Pilot programs, SOMe.........cccecvverieeerninennn 710.02(b)
Property rights under AEC and NASA Acts........ 150
Remailing.......cccooeviiiiieiiiiiieceeee 707.13, 710.06
RESIArtiNG.....cvvveriiieiiee e 710.06
Saturday, Expiration of time..... 505, 710.01(a),
710.05
Secrecy order application............cccceeeviiieeeeennns 130
Shortened, Extension............ 710.02(d), 710.02(e)
Shortened statutory period..... 710.02, 710.02(b),
710.02(e)
Shortened statutory period, Distinguished from time
M. 710.02(d)
Shortened statutory period, When used..... 710.02(b)
Statutory period........ccccceeeieiiiiiiee e 710.01
How computed.........cccooiuiieeiiiniiiienenne 710.01(a)
Suggesting claims..........cocevevveiiieeiniieeens 710.02(c)



INDEX

Period for reply —

Sec. No.

Sunday, Expiration of time..... 505, 710.01(a)
710.05

Supplemental action
Time computation.......................
Time limit action..........cceovviiiieniiniecee

Time limit action, When used.................... 710.02(c)
Two periods running................... 710.04, 710.04(a)
Withdrawal of attorney or agent during.......... 402.06
Periodicals.........c.ccoevveeieieereennnne. 901.06, 901.06(a)

Period of enforceability..... 2204, 2211, 2686.02,
2808

Permanent inK........ccceeeeeeeeeeieeeeeeeeenn. 608.01, 714.07

Perpetual motion..... 608.03, 706.03(a), 707.07(q),
2107.01

Persons who may cite prior art relating to an issued

PALENL. ... 2203
Pertinent prior art...........ccceevveeevieee e 904.02
Petition

Abandonment holding..... 711.02, 711.03(c),
711.03(d), 1002.02(c), 1002.02(p), 1002.02(q).

1002.02(r)

Abandonment holding, examiner’s statement.....
711.03(d)

Abandonment holding for failure to provide timely
notice of foreign filing........ccccooooiiii s 1124
Accept color drawings or photographs..... 507,
1002.02(d) 1503.02
Accepting late issue fee.........ccccceevvvieneenne 711.03(c)
Accept omitted pages.........ccoeeeeereiiienenn. 1002.02(p)
Access to application..... 103, 1002.02(b),
1002.02(p)

Access to interference agreement.... 1002.02(f)
Access to interference application............ 1002.02(f)
Access to unopened preliminary statements.....
1002.02(q)

Add inventor in provisional application..... 1002.02(q)
Admit model........cccooeoiii 1002.02(c)

Attorney withdrawal..... 1002.02(b), 1002.02(c),
1002.02(p)

Biotechnology processes under pre-AlA 35 U.S.C.
0T (o) SRR URP 706.02(n)
Board decision in inter partes reexamination... 2681
Board involved..... 1002.02(f), 1002.02(q),
1002.02(j)

Certificate of Correction..... 1002.02(d), 1002.02(q).

1002.02(1)

Change in inventorship..... 1002.02(d). _1002.02(1),
1002.02(p). 1002.02(q), 1004, 1481
Change inventor's name........ 602.01(c), 602.08(b)

Change in order of inventors names......... 602.01(c)
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Petition

Sec. No.

Color drawings or photographs..... 507, 1002.02(d),
1503.02

Common ownership situation................... 706.02(k)
Concurrent ex parte and inter partes prosecution.....

1002.02(g)

Consideration of submission after NIRC in inter partes
reexamination..........cocevvvereenireennesieeneens 2687.01

Converting a 111(a) application to a 371 application...
1002.02(p)

Converting a 371 application to 111(a) application.....
1002.02(p)

Converting a nonprovisional to provisional.....
1002.02(b), 1002.02(c). _1002.02(p). _1002.02(q)

Correct filing date..... 506.02, 513, 601.01(b),

1002.02(b)
Correction of inventorship..... 201.03, 1002.02(d),
1002.02(1), 1002.02(p), 1002.02(q), 1004

In ex parte reexamination....................... 2250.02
In inter partes reexamination...... 2658, 2666.03
Counter-terrorism inventions..... 708.02, 1002.02(s)

Defer issuance..........cc.cceeeuee 1002.02(b), _1306.01
Delegation of Director’s authority................. 1001.01
Denial.......cuvvveeiiiiiee e 1002.02

Denial of request for reexamination......... 1002.02(c)
Ex parte ..... 2240, 2246, 2247, 2247.01,

2248 2255 2265

Inter partes .......oooovvveviiiiiiiis 2647, 2648
Director's dUtieS.......cccooeeviviviveiiiieeee e, . 1002
DISMISSEd.....eceiiiiiiiieeeeeiieee e 1002.02
Dismissed without prejudice........................ 1002.02
Divisional reissue...........cccoevvveneenneennen, 1002.02(b)
Entry of amendment.................ccooeee. 1002.02(d)
Entry of amendment after RAN in inter partes
reexamination...................... 2672, 2673.02, 2675
Entry of late paper for revival of ex parte
reexamination.............ccoeeeeeeenne. 1002.02(b), 2268
Entry of late papers for revival of inter partes
reexamination proceeding........... 1002.02(b), 2668

Expedited examination of design applications.... 501,
1002.02(c)(3)

Express abandonment after payment of issue fee.....
1002.02(b)

Express abandonment to avoid pre-grant publication..

502, 1125 1135

Facsimile submission...........cccccceveeeviinenn. 502.01
Expunge papers from file.... 1002.02(b), 1002.02(c)
Expunge information................. 724.05, 1002.02(c)

Extension of time... 710.02(e), 714.17, 1002.02(q)

Application before Office of Patent Legal
AdmINIStration..........ccccvveeeiiiieeiiieenns 1002.02(b)
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Petition — Petition

Sec. No.

Application before Office of Petition..... 1002.02(b)
Filing date..... 506.02, 513, 601.01(b), 601.01(d),

601.01(f) 601.01(g) 1002.02(b)
Final rejection..........ccccevvieeeniieeniiee e, 1002.02(c)
Foreign filing license................. 140, 1002.02(c)(1)

Facsimile submission.........cccccccovviiennneen. 502.01
INSPECHION. ....eteeeiiie et 103

Interference..... 1002.02(c), _1002.02(f), 1002.02(g)
Interview in merged reissue/ inter partes

reexamination.........cccuveeeeeivieeeeessiiieeee e 2686.03
Late foreign priority claim..........c.ccccceee. 1002.02(b)

Maintenance fees, accept and record..... 1002.02(b)
2580

Maintenance fees, delayed payment/reinstatement.....

1002.02(b) 2515, 2531, 2590
Make special (See also: _Special application ).....
708.02 1002.02(s). 1504.30
Matter subject to...........cccceeeeerns ., 706.01, 1002
Merge reexaminations................. 1002.02(b), 2283
Merge reissue and ex parte reexamination.....
1002.02(b) 2285
Merge reissue and inter partes reexamination.....
1002.02(b) 2667 2686.03
Modification of secrecy order.............cccveveeennnnne 120
New matter........ccoceevrereeeneas 608.04(c), _1002.02(c)

Nonsigning inventor..... 409.03, 409.03(d),

Sec. No.

Relating to PCT international application and/or
national stage application........................ 1002.02(p)

Relating to reexamination or reissue....... 1002.02(b)
Reopen prosecution after Board decision.....

1002.02(c)

Reopen prosecution after Board decision in inter

partes reexamination..........c.ccoeceeeeveeesnieeenenn 2682
Requirement for information.................... 1002.02(c)
Resetting period for reply........cccccceeevinen. 1002.02(c)

Restriction requirement holding..... 821.01,

1002.02(c)

Retroactive foreign filing license.............ccc..e... 140
Return model.........ccovcevevieiiiiiiencce 1002.02(c)
Return original oath..........ccccoocveiviiiinnnen. 1002.02(c)
Revival........ccccoeene 711.03(c), 1002.02(b), 1124
Revive PCT application.............cccecuveennee 1002.02(p)
Rule 1.48 (inventorship).........ccccovvveevineennnnn. 201.03
SECreCy Order....cccoiiiieiiieeeeiiieae e 1002.02(c)(1)
Sequence rulesS.......ccoeevvveeenieeeninnennn 1002.02(c)(2)
Special status.......... 708.02, 1002.02(s), 1504.30
Stay ex parte reexamination proceedings..... 2283,

2284 2285, 2286, 2286.01
Stay inter partes reexamination proceedings.. 2667,
2686.02 2686.03
Sufficiency of an affidavit......................... 1002.02(c)

Supervisory authority of Director of the USPTO.....
1002.02(b), 1002.02(c)

1002.02(b) 1002.02(p)
Objection by examiner.........cccccoeveeiineenn. 1002.02(c)
Patent term extension..... 1002.02(b), 2720, 2754
Period for filing.........cocoeiiiiii e 1002
Premature Action Closing Prosecution (ACP) in inter
partes reexamination............cccceeeevvvveeeeesenennnnn 2672

Premature final rejection...... 706.07(c), 1002.02(c)
Preliminary amendment as part of original

AISCIOSUIE.....eieeieeeieecee e, 608.04(b)
ProCcedure.........ccooovveviiiiieiiieeeeeeieee e 1002.01
Public use proceedings...........cccccuvveeenn. 1002.02(b)

Publication Division 1002.02(r)
Reconsideration of denied petition ( ex parte

Suspend action — public safety or defense.....

1002.02(c)(1

Suspend rules.......ccccceeeeviiiiiee e 1002.02(b)
Suspension of second or subsequent inter partes

reexamination requestS..........ccceeeeriiieeeeeninnns 2640
Time for filing.......ccoovveiiii e 1002
Trademark related...........c.cocoeervienicnneenn 1002.02(i)

Transfer from another application..... 608.02(i),

608.02(t)

Unintentional delay, withdraw abandonment.....

711.03(c), 1002.02(b), 1002.02(c)(3). 1306
Failure to provide timely notice of foreign filing.....
1124

Unintentionally delayed claim for foreign priority.....

214.02, 216, 1002.02(b), 1402, 2258.02, 2658

Unintentionally delayed claim for priority to a U.S.

application..... 201.06(c), 211.04, 1002.02(b),

2258.02 2658
Vacate order granting request for ex parte
rEEeXamination...........cooveeviiieeiieee e 2246

Vacate an order granting inter partes reexamination..
2646

reexamination)..........occeveeveeeenieeesineens 2248, 2268
Rescission of secrecy order......... 120, 1002.02(c)(2)
Refused assignment............ccccceeviiieeeenn. 313, 317
Refusal to enter amendment................... 1002.02(c)
Refusal to initiate interference................. 1002.02(c)
Refusal to issue Certificate of Correction.....
1002.02(c)

Registration to practice...........c.ccoecvveennee. 1002.02(m)
Reinstate rejection after Board decision... 1002.02(c)
Reinstatement..............ccccccvviviiiieeeeeenen. 1002.02(m)

Index-72

Waive rules...........ooovvvvviieiiieeeeeeeeenn, 1002.02(b)



INDEX

Petition — Power of attorney

Sec. No.

Waive time provisions in ex parte reexamination.....
2265
Waive time provisions in inter partes reexamination...
2648 2668 2672
Withdrawal of lapsed patent.................... 1002.02(r)
Withdrawal from issue, after issue fee paid..... 502,
1002.02(b) 1308
Withdrawal from issue, issue fee not paid.....
1002.02(c) 1308
Withdrawal of a terminal disclaimer.................. 1490
Withdrawal of abandonment.................... 1002.02(b)
Withdrawal of attorney...........c.ccccceeernee 1002.02(s)

In interference.......cccovvvvvvvveeeeeienenenennn. 1002.02(q)
Withhold from issue, before issue fee paid.....
1002.02(c)

Petition for Express Abandonment to Avoid Publication

Under 37 CFR 1.138(a) PTO/SB/24A
(O3] (=T o S UUSRR
Reproduced

Petition for Revival of an Application For Patent
Abandoned for Failure to Notify the Office of a Foreign

or International Filing PTO/SB/64a
(O 11T IO 1124
Reproduced..........ocvvveviiiiiiiiiie e 1135
Petitionable matter............ccccciiii i 706.01
PG-Pub (See also: _Pre-Grant Publication (PG-Pub) )
Pharmaceutical subject matter
Safety review by FDA..........ccccoiiiiiiieeins 2107.03
UIIEY e 2107.01
Photograph as drawing.......... 507, 608.02, 1503.02
Piecemeal prosecution..............cccccveeeinnnee. 707.07(q)
Plant Breeder's Rights..........ccccoooiiiieeiiiiiiieeeee 1613
Plant Convention, UPOV..........cccocceeviieeniicenne 1612
Plant patent...........ooccueiiiiiiiiiieee e 1600
YA ox 110 ] o PO 1610
Advertising 1610
AFfIdaVIL......cooi 1610
Agricultural Research Service (ARS).... 1608, 1609
AlIOWANCE....ccoviiiiiiie e 1611
Application publication....................... 1120to 1135

Asexual reproduction
BaCteria......coevieieiieeecie e

Color drawing........cccvevvvveeeniiiereee e

Color identified..........cccoeiriiiiieeee e
Declaration.........cccccvvviviiiiiiiereieeeeeee e
DefiNitioNS. ...cccoviiiiieeeece e 1601
Department of Agriculture
DEPOSIt..cc e 1605

Index-73

Sec. No.
Duplicate papers.........ccccceernunns 1605, 1609
Elements of application
EXamination.........ccceeeeeiiiiiiiiiiiiiee e, 1608
Examiner's amendment...........cccceveeveinieeennnenn. 1610
EXecutive Order.........coooveeiiaiiiiiiieee i 1608
Filing not permitted via EFS-Web.................. 502.05
ISSUE...ciiiiiiiiiei e 1611
Laudatory expressions.........ccccveeveeveeeeeeeeinen. 1610
Method claim improper.........cccccecvvvvveeeiiiivenenn. 1605
Oath..ceiiici e 1604
PaITS. ...t 1603
Plant varieties excluded............ccccoeeeveerriievnnnnn. 1601
Priority Claim.......ccocoeviiiiieeee e 1613
Publication of application................... 1120to 1135
Report of Agricultural Research Service..... 1608,
1609
Rules applicable............ccccoeviiiiiiiiiiiieiieee 1602
SIGNALUIE.....eeiiiiei e 1603
Specification.........ccocceeviiciiee e 1605, 1610
SPECIMENS...ciiiiiiieiiiee et 1607
Statutory basis.........ceeiiiiiiiii e 1601
TO Mttt 2701
TUDEIS....oiiii 1601
UPQV CONVENEION....c.cciiiiiiiaeiaiiieea e 1612
Plant patent Series.........cccvvvveirieeeiiiee e 901.04
PO. Box (See also: Mail __stop )
Post classifier.........ccoeeeeeeee.. 903.08(e), 903.10, 906
Requesting consideration by..................... 903.08(d)
Post employment agreement of former Office
EMPIOYEE......vviiiee ittt 1702
Post Office, Depositing papers iN..........cccccceeeeeeee. 502
Post Office address (See also: _Correspondence _Mail
Stop )
Applicant.........ccoovvieiiiii e, 409.03(e)
AMOMNEY .. 601.02
Postal Service interruptions and emergencies...... 511
Postcard, self-addressed..... 203.08, 503, 601.01(d),
601.01(f), 608.01, 1204, 1901, 1901.05
Power of attorney..........ccccooevieiieiiniiiieee e 402
Actng in a representative capacity................. 402.03
Application in interference..............ccccveeenn. 402.08
Application oath or declaration includes........ 601.02
Application filed before 09/16/2012........... 402.02(b)
Application filed after 09/16/2012.............. 402.02(a)
AsSIgNee appoints.........ccccoevievieeeeriiiieieeeeins 402.07
Assignee revokes...........coceveeeiiiieinieee s 402.07
Associate attorney.........ccccveeevccivereeeiiciieneennn 402.02
Attorney not of record............ 402, 405, 714.01(c)
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Power of attorney — Preliminary amendment

Sec. No. Sec. No.
Change in plurality of applications or patents..... 402 Disparaging remarks not published.................. 1120
(10]101Y/=T 0] (o] SRR 403 Disparaging prior art...........cccceveeeerivieneennns 2131.05
Customer Number............oocvvveeeeeeiennnn, 402, 1807 Drawings.......cceeeeevvereeeessiiivenneens 507, 1120, 1121
Death of applicant...........cccc......... 409 to _409.01(b) Early publication...........cccocoveiiiiiicniiiiicneee, 1129
Death of principal attorney.............ccccoecieeeeennne 406 Express abandonment to avoid publication..... 502,
Exception as to registration............ 402.01, 402.09 1125 1135
General, for international application.. 402.09, 1807 Facsimile submission............cccccvvveeiinenen. 502.01
General requiremMent............ccooveeeeeeen.., 402.02(b) Fee, publication..... 1126, 1133, 1303, 1306,
INEFfECHIVE. ...uvveei e 402 1306.03
Joint applicant FOIMS. .. 1135
Limited recognition...........ccccceieeiiiiinnenenne . Inappropriate nonpublication request............... 1122
Naming representative Material mistake by the Office........ccccceevvrnnnen. 1130
NOHCE OF [EVOCAIONeeesemsoeeeseeeeseeeeseeeeeeeeons . Nonpublication request............cocceveeriiiieeeenn. 1122
Post Office address. ... . Notice of foreign filing.........ccccovcveiiieiniiin. 1124
Provisional application Notice of Publication...........cccccoevveiiiereninnennnee. 1127
Registered practitioner Notice of New or Revised Publication............... 1127
Reexamination, inter partes ................ 2613, 2622 Offensive language not published..................... 1120
Revocation........ 402.05, 402.07, 402.08, 402.10 Public access to published application... 103. 1128,
After Allowance.........ccccoevvvveennennne. 2501, 2560 & ) .
o Publication date, projected................... 1120, 1122
Secrecy order applications...........cccccveeeeeriiinnenn. 120 L
. . Publication fee...........ccceeerinen. 1126, 1133, 1303
Signature requirement..........cccceeveevveeeennnnnns 402.03 .
Unregistered attorney or agent............ 402, 402.01 Egj:c?ezt SEE::?ZEgn """"""""""""""""""""""""" %
Withdrawal of attorney or agent..... 402.06, 1808, L mmmmmmmmmmmmmm———m— -
2560 Refund of publication fee............cccccvvvveeiiinnne.. 1126
Withdrawn in patent.........ccoccoeveeeveenen. 2223, 2560 Replacement drawings prior to publication..... 507.
Power to inspect..... 103, 104, 324, 325, 402, 1120 L e
713.05 Republication.............ccoeiiiiiiiiiee e 1130
Power to inspect, approval..........ccccooccuieeeeiniinenen. 104 Request for early publication
Power to inspect, suspended attorney................... 105 Request for nonpublication..............c.cccceevveeee..
Practitioner (See  also: Attorney or _agent ) Request for redacted publication...................... 1132
Practitioner's names on patents...........ccccceeeeueee 1309 Rescission of nonpublication request.... 1123, 1124
Pre-Grant Publication (PG-Pub........... 1120t0 1135 Residence changed............ccccoviieniiieinieenns 719.02
Amendments prior to publication..................... 1121 Sequences published on Internet..................... 1121
Appendices not published...............cccoociiinine 1121 Status information of published application...... 1128
Application in a foreign language................... 608.01 Substitute specification required..................... 1120
Assignee information published........................ 1121 Tables, large........ccccoiiiiieiiiiieee e 608.05(b)
Certification as to intent to file counterpart Third party iINQUIMES........coovvvieiiieeieeeeceee 1134
APPIICALIONS. ... 1122 Voluntary publication............ccooeviiniininnn: 1133
Claim sets, MUItple..........ccccoeeveveveceeereeereeen. 1121 When published..............ccoo 1120
COMPULET PrOGIAMS. ......vcveeeeeeeeeeeereseeeeeeeereeenns 1121 Which applications...........ccccocevviiiiiiiieninins 1120
COMENt oo 1120, 1121 Preamble, design application..............cccc.e.... 1503.01
Conversion to provisional to avoid publication..... Preamble, effect Of........cccccooiiiiiiiiis 2111.02
601.01(c) Preamble, Jepson claiMm.........ccccceevviieneieniinenn. 2129
Complete application required.............cccceeeeen. 1120 Predicted tests in specification.................... 608.01(p)
Copies of published application files................. 1128 Preliminary amendment.............ccoocoeeennnns 714.01(e)
Correction of errors in the PG-Pub.................. 1130 Entry denied.........cccovieeiiieeeiie e 714.01(e)
Correspondence address.........ccccovvveeenveeennnen. 1121 Excess claims.................. 506, 714.01(e), 714.10
Correspondence regarding published application..... New matter..........ccoocvveeeeennnnns 608.04(b), 714.01(e)
1134
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Preliminary amendment — Priority

Sec. No.

Non-compliant amendment, treatment of........... 714
Preliminary handling of public use or on sale.....
2133.03 2152.02(c), 2152.02(d)
Premature final rejection...........c.cccocveevneeen. 706.07(c)
Premature response in inter partes reexamination.....
2667
Primary examiner..... 705.01(a), 706.04, 706.07(c),
706.07(d), 707.01, 710.02(b), 710.02(e). 711.03(a),
713.01, 713.02, 713.10, 714.16, 714.16(d), 714.19,
715.08, 716, 2236, 2248, 2265, 2271, 2271.01,
2636, 2648, 2660, 2671.01 to 2671.03

Actions requiring personal attention..... 705.01(a),

707.01, _707.09, 713.04, 714.16(d), 1004
Name on file Wrapper.........ccccoveeeiiieeiineenns 1302.13
Print of drawing (See also: Drawings)............. 608.02
Additional.........cooveviiiiiei 608.02
AREIatioN. .....ooiiiiiiiiiiei e 608.02(w)
(0] 0] (=0 IR 608.02
Examiner’'s notation on..........cccccceevveeiiieenns 608.02
Kept in Technology Center.............c.cccc...... 608.02(c)

Marked-up..... 608.02(b), 608.02(p). 608.02(t).
608.02(v)

MATKING.....ceeiiiiieiiiie e 608.02
Returned drawing..........cccccoovvvveeeeeeeinnene.. 608.02(y)
Printed matter nonstatutory..............c.ccce.... 706.03(a)
Printer waiting...........c.ccooee.. 708.01, 1305, 1309.02
Printing practitioners names on patents.............. 1309
Printing Priority........cceeveeiiiiiiiie e 1309
Prior art (See also: Reference ).......cccccocevvevineenns 900
AdMISSIONS 8S....ccvviivieiiiiiieiieeiee 706.02, 2129
ANAIOGOUS......ueiieieiiiiei e 2141.01(a)

Disqualification under pre-AlA 35 U.S.C. 103(c).....
706.02(1)(1), 706.02(1)(2). _706.02(I)(3). 2136.01,
2141.01 2146

Duty of disclosure of............cccocvveeeiiiinenenn. 2001.04

Effects of international application publication.. 1857
1895.01

Equivalents.........ccceeeviiieniiee e 2144.06, 2183
Electronic Information Disclosure Statement.. 609.07

Filed on Saturday Sunday or a Federal holiday.....

609.04(b)
Foreign application as.............ccccveeeeiinneennn. 2135.01

Information reasonably necessary for finding.....
704.11

International application publication..... 706.02(a)(2)

2163 2163.03
Kind codes.........cceoeiiiiiiiiiiiicceneees 901.04(a)
Level of ordinary skKill............ccocceveeeiiiinnnenn. 2141.03
Patents as..... 706.02(a), 2126, 2132, 2133,

2136, 2141, 2152, 2154, 2158
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Publications under 35 U.S.C. 122(b)..... 1895.01

2136 2136.03 2154.01
Scope and content of..........cccceeeviiieneenins 2141.01

Means [imitations...............ccevveeeeeeeeeeeieeeeninn, 2182
Search (See also: _Search )........cccoeovvvvceiennnenn. 900
Statutory Invention Registrations as... 901.02, 2136
Suitability Of....cccvviiieiii 2144.07
Third party submissions..................... 609, 1134.01

Used in deciding request for reexamination..... 2242
2642

Well-known inthe art..........cccceeviiiieeeeniins 2144.03
Prior art copies in reexamination
EX PArte oo 2218
Prior art filed by protestor.............. 1901.02, 1901.03
Prior art on drawing............cccceveueeen. 608.02(g), 2125
Prior art submissions in reexamination proceedings
EX PAre oot 2202
CONENL....oeiiiiiiii 2205
Copies of prior art.........ccceeeeieeieniiiiiieeees 2205
English translations.............ccccoccvveeeeiiiinnn.. 2205
Explanation of pertinence............cccccocvvennee. 2205
Handling.......ccooooiiiieie e 2206
Sample letter......ooovviieiiiiiiiee e 2205
Service on patent OWNEer..........c.ccovevveeeeeens 2208
Time for filing........coooeieiiii e 2204
Inter partes ..... 2602, 2646, 2654, 2656, 2657
After the order to reexamine............. 2602, 2667
After a Notice of Intent to Issue Inter Partes
reexamination Certificate issues............. 2687.01
Before the first Office action......................... 2625
Before the order to reexamine.......... 2602, 2654
By another requestor............ccccee..... 2602, 2656
By the patent owner............cccoee.ee. 2602, 2656
With the Request..........cccoeeviiviiiee e, 2656
With third party’s comments........ 2666.05, 2667
Prior art statement............cccceecvveene 609, 1893.03(q)
Provisional application..............cccocvvevieiiiiinnnenn. 609
Reissue application............ccceeeeeeiiiieneee e, 1418

Prior art, statement applying (reexamination)..... 2217
Prior art used in determining reexamination request

EX PAre oo 2244

INter PArtes ......oevveiiiiiee e 2644
Prior examiner’s action....... 704.01, 706.04, 713.01
Prioritized examination

in new application (Track 1)..........ccccceevvene 708.02(b)

iN RCE (PE-RCE).......ccccvvviiiiiiiiciieeis 708.02(b)
Priority
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Priority — Protective order material

Sec. No.

Claiming in continued prosecution application.....

201.06(d), 1302.04
Claiming in ex parte reexamination............ 2258.02
Claiming in inter partes reexamination............ 2658
Claiming in reissue application.. 1402, 1405, 1417
Entitlement t0........ccoccviiiiee e 216
Foreign application (See also: Foreign application)...
210 to 217
Corrected by Certificate of Correction.......... 1481
Design applications................ 1504.02, 1504.10
Ex parte reexamination............c..ccceeuee. 2258.02
Incorporation by reference.......... 217, 608.01(p)
Inter partes reexamination............c....ccceueee.. 2658
Proper identification............cccoccveviieeinneen. 214.04
Formal requirements.......... 210, 211, 706.02(f)(1)
Incorporation by reference to earlier application.....
201.06(c) 217, 608.01(p)

International application..... 211.01(c), 1828,
1893.03(c)

Corrected by Certificate of Correction.......... 1481
Inventor’s certificate..............ccccccciviiiiiiinnnnnn. 213.05
Patent printing........ccccoevveiieiie e 1309
Petition for unintentionally delayed claim to benefit of
prior U.S. application....................... 211.04, 214.02

Prior U.S. application...........cccceeviiienieeniiieeen. 211
Corrected by Certificate of Correction..... 216.01

1481

Design application.............cccceeveeeeiivenennn. 1504.20
In ex parte reexamination....................... 2258.02
In inter partes reexamination....................... 2658
Provisional application.............ccccccceevuneen.. 706.02

Time charts.............oo oo, 2138.01
Time for filing 211.03, 214.01
Priority document (See also: _Foreign application )

Priority Express Mail deposit............ccccoviiiieeeennnns 513
Priority Mail Express procedure in ex parte
reEeXamiNAtioN.............cuvvvviieeieeee e e 2224
Priority Mail Express procedure in inter partes
reexamination............. 2624, 2665, 2666, 2666.05

Priority Mail Express service..... 502, 506.02, 511,
513, 711.03(c). 1216.01, 2510

Priority practice (See also: _Foreign application )
Private use (See also: Public use)..... 2133.03(a),

2152.02(c)

Proceedings, Termination of................c........ 711.02(c)
Process of making and product made........... 806.05(f)
Processing fee........ccoccevveveevnennnne. 601.01, 601.01(c)
Processing of reexamination in Technology Center
EX PArte ...ccovveieiieee e 2233
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Product and process of using.. 806.05(h), 2173.05(p)

Product by process........c..ccevuvnnne. 2113, 2173.05(p)
Product of human ingenuity..........ccccccoeeviiiienennn. 2105
Product of nature..........ccccooeveeiiiiiiieeen 706.03(a)
Programs, Computer (See also: _Computer programs

or software )
Prolix claim.........ccoeiieiiiieeeeeeee e 2173.05(m)

Proof, burden of..... 2112, 2112.01, 2113, 2131,
2141, 2150, 2163.04, 2164.04, 2183

Proof of authority of administrator or executor.....

409.01(b)

Proof of foreign filing..........cccccoeiiiiiiin. 214.04
Proof of irreparable damage.............c.......... 409.03(9)
Proof of ownership, reissue application.......... 1410.01
Proof of unavailability or refusal to sign........ 409.03(d)
Proper multiple dependent claim.................. 608.01(n)
Property rights statement............cccceevvieeniieeennnennn 150
Contents Of......ooeoiiiiiie e 151
Property rights under AEC and NASA Acts..... 115,
150, 151
Prophetic examples in the specification....... 608.01(p)
Proprietary interest, Proof of.......... 409.03(f), 409.05
Proprietary materials (See also: Protective order
material Trade secret material )

Pro se applicant (See also: _Applicant _Inventor )
Appeal brief.......
Certificate of mailing.........cccceeeviiereiiiiiiiee e 512
Change of address.........c.cccoevvvvveeeiiiiiieee e,

Duty of diSClOSUre........ccceevvvieeiiiiciee e,
Examination of application.........................
Examiner’s action............
INEEIVIEW. ..ceii e

Legal representation............cccceeeevvvveeeeesiivnenenn.
Telephone restriction practice

Prosecution
Closed, application allowable except for formal

Matters.......ccoveeveuene. 707.07(j), _710.02(b), 714.14
Closed, secrecy order Cases........ccccevuvreeeeennnns 130
Prosecution after appeal...........ccoceviieeiiieenns 1207.04
Piecemeal..........ccccviiiiiiii, 707.07(q)
Reopening after allowance...............c.......... 1308.01
Reopening after Board decision.................. 1214.07
Prosecution laches..........cccooiviiiiiiicniciee, 2190
Prosecution of Secrecy Order application............. 130

Prosecution reopened after court decision..... 1216.01

Protective order material (See also: Trade secret
Material )......cceeveverieeiiiiiiee e 724 to 724.06

SUDMISSION......covviiiieieeeeeeeeeeeee e, 724.02
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Protest — Public use

Sec. No. Sec. No.
Protest.........ccooviiiiiiii 1900 Last day Of Pendency..........ccocovveveveeeenrnnn. 201.04
Access by protestor.................. 1901.05. 1901.07 MiICrO ENtity STAtUS. ........cvevveeeeeeeeeeeeeeereeeeeeans 509.04
Acknowledgment of protest........................ 1901.05 Ordering of abandoned...............cccovuuvnne. 901.01(a)
Certificate of service............ 1901.03 PHOMItY ...cvoveeeeveeeeeeeee e 201.04, 211.01(a)
Comments of applicant 1901.06 Error in, as reissue grounds......................... 1402
COMPIELE....coiiiiiirii e 1901.03 Request to convert to nonprovisional..... 1002.02(b)
Copies of documents............coccvvveeeeiiinennnnn. 1901.03 1002.02(q)
Express consent of applicant required............. 1134 REVIVAL.....eeiiiiiieec e 711.03(c)
Filed in reissue where patent is in interference..... Small entity status.........cccooeceieiiiiiieeeeres 509.03
1449 1901.06 SPECIfICALION. ....vvveveveveeeeceeeeeeeeeceeeereeeeeeeeeeen 601.01
Handling.........cooovviiiieiiecccee 1901.05 PTO employee restrictions, assignment................ 309
Improper protest...............ccooee 1134, 1901.03 Public access to ex parte reexamination file....... 2232
Information which can be relied on.............. 1901.02 Public access to inter partes reexamination file.. 2632
Involving fraud, lack of good faith or candor, or violation Public domain (See also: Public use _On sale
of duty of disclosure........................ 1901.06, 2013 Disclaimer )... 2121.03, 2133.03, 2133.03(a), 2145
Multiple papers on same issue................ 1901.07(a) Dedication to public...............cccocvvvuennn... 715, 1490
Reissue application.................... 1441.01, 1901.04 Public inspection, Application file.............. 103, 1128
Reissue litigation.............ccccee..... 1901.03, 1901.04 Ex parte reexamination.................c....... 103, 2232
Requirement for information.............cccceeeveeenee 1901 Inter partes reexamination......... 103, 2609, 2632
Review of adverse decision............ccccceeevunnee. 1906 Redacted application publication............ 103, 1132
Service on patentee or applicant................. 1901.03 ReISSUE......oeviiiiiiiiic e 103, 1430, 1470
TC Director’s attention required..............c......... 1003 Public inspection of assignments......... 301.01, 1730
Timeliness of protest..........ccocccceeeeiiiiieeenn. 1901.04 Public key infrastructure (PKI) certificate..... 502.05
Trade secret information................... 724, 1901.02 707.05(a)
Treatment by examiner..........cccccveeevvcivneennn. 1901.06 Public Law (See also: Statutes )
Under Rule 1.291.........ocoiiiiiiiiieee e 1901 PUbIlic POlICY....cccoiiiiieiiei e 706.03(a)
Who can file........couueeeiiiiiiiiiceee e 1901.01 Public right to inspect files..........ccccceeneee. 103, 1128
Protestor participation..............cccecvvveeeiieinnnn. 1901.07 In ex parte reexamination..................... 103, 2232
Provisional application............cccccoeiieiiiiiennenn. 201.04 In inter partes reexamination..... 103, 2609, 2632
Abandonment.......... 201.04, 211.01(a), _711.03(c) Public sale (See also: _On sale _Public use).....
AACCESS .ottt 103, 104 2133.03 2152.02(d)
ASSIGNMENT OF ... 302.03 Public search facility (See also: Patent search facility )
Assignment of application claiming benefits of..... Public Searchers..........ccocciiiiiiie e 101
306.01 Public use (See also: On sale ).. 706.02(c), 2133.03,
COMPIEtENESS. .......oveeeeeeeeeeene, 506, 601.01(b) 2133.03(a), 2152.02(c)
CONVEISION t0.......ovcvveeeeeeereeenn 201.04, 601.01(c) Affidavit or declaration.............ccocoovevieinnn. 715.10
Correction of inventorship.............cccceeveveeeee.. 201.03 Anticipation............c......... 2133.03(a). .2152.02(c)
Cover sheet for..........cccceeveceveceeeeeeeeen 201.04 Commercial exploitation. 2133.03(e)(1), 2152.02(c)
Data, on file wrapper/history of......... 202, 1302.09 Commercial use................. 2133.03(a), _2152.02(c)
Data, in specification of..............cccccecvveunnn.. 1302.04 Completion of the invention.... 2133.03, 2133.03(c),
DIAWING..veoo oo 601.01(b). 608.02 2133.03(e)(1).. -2133.03(€)(3)
Effective filing date..................... 601.01(b). 706.02 DEAINIioN Of.....oovei -2133.03(a)
EFS-WEb filiNg OF...vvvveooeeerreeeeeeeeeeeeeereeseenen 502.05 BVIAONCE...oooos 706.02(c)
English language translation for benefit of date..... Experimental use (See also:_Experimental use ).....
211.01 2133.03 2133.03(e)
Filing receipt........oeeviiiiiee e 503 In this country................. 706.02(c)(2). 2133.03(d)
Guidelines for drafting.........ccccoeeeiiieiiiiiieeeeee 601 Intent to experiment... 2133.03(e)(2). 2133.03(e)(3)
Information discloSUre StateMent.. ..o, 609 INVENEION. ...oeiiiiiiiee e 2133.03(c)
Joint INVENLOrS iN.......ceeeiiiiiiiiceee e 602.01 Policy CONSIAErations...............oocvvveevvivenine 2133.03
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Public use — Reasons for allowance

Sec. No.

Public knowledge or on display............... 2133.03(a)

SECIECY ...ttt 2133.03(a)

SiNgle USEe......ooiviiiiiiiiiieeeeee e 2133.03(a)
Control over invention..... 2133.03(a),

2133.03(e)(5) 2133.03(e)(7)
Testing by third party.. 2133.03(e)(5), 2133.03(e)(7)

Use with expectation of privacy............... 2133.03(a)
Use by inventor or associates................. 2133.03(a)
Use by independent third parties............ 2133.03(a)
Public use proceedings.........cccceevvvieniiieniiieennnen. 720

Publication, Defensive....... 711.06, 711.06(a), 1111
Publication of Statutory Invention Registration..... 1111
Publication date............ccccoooveeiniiiiniiee e, 706.02(a)

Publication fee..... 1126, 1133, 1303, 1306,
1306.03

Publication of abstracts................. 711.06, 711.06(a)

Publication
Board decCiSioNns.........c.cccoecvvveeeeeiiiiieee e 1213.03
(011119 o [ 706.02, 707.05(e), 901.06
Date Of.vuvviviiiiiieeieiiiieeeee s 706.02(a)
NOLICES. ..vvieieiieieieeeeeee e, . 707.06, 1703
Official Gazette(O.G.)....uvvveeiiiiiiee e 1703
(O] 10 [T ¢ ~, 707.06, 1703

Own, as reference..... 715.01(c), 2132.01,
2152.02(f), 2153.01 2154.02

Pre-Grant (See also: Pre-Grant Publication (PG-Pub)
)

Prior art effect of international.. 706.02(a), 2136.03,
2154.01(a)

Rules changes.........cooccveeeiiiiiieec e 1703
Under 35 U.S.C. 122(b) as references..... 2136

2136.03 2154.01
VOIUNTAIY....oeiiiiee e 1133

Publishing Division (See also: Office of Patent
Publications _ (Office of Data Management) )

Pulling abandonments...........ccccccoviiiiieeins 711.04(a)
Q

Quality Assurance............. 1302.04, 1308.03, 1720

In reexamination...........cocceeevvveeeiiieenns 2289, 2689

Quality Assurance Specialist (QAS)..... 1415.01
1442.03, 1443, 1448, 1449.01, 1451, 1455, 1456,
1490, 2212.01, 2233, 2270, 2281, 2285, 2286,
2287, 2289, 2294, 2295, 2636, 2664, 2670,
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2671, 2671.02, 2676, 2677, 2686.03, 2687,

2687.01 2689
Quality control program..........ccccceevuvveeeeennnnne 1308.03
Quayle practice........ccccvevverreennen. 710.02(b), 714.14
Action recording........cccueveeeeiiiiiere e 1705
After final rejection..........cccocceeeiieeiiieenne 706.07(f)
Allowance action......... 707.05(a), 714.14, 714.15
Claims later added..........ccccoeeviiieiiieeeniiees 714.20
Copies of references........cccccccevveeeiiinenns 707.05(a)
Design application...........cccceeeiiieiieiiiiiiieeeeee 1504
Examiner's amendment used instead of.... 608.01(b)
Formal matters corrected............ 706.07(f), 812.01

Information disclosure statement..... 609.01,

609.04(b)

Primary examiner signature required............... 1005
Reexamination, ex parte ........... 2250.01, 2266.01
REISSUE.....c it 1444
Shortened statutory period....... 710.02(b), 2250.01
Query Printer RUSh........c.occociiiiiiii 1306.03
R
Ranges
Anticipation of........ccoocveeviiiiii e 2131.03
ODbVIiOUSNESS Of.....cviiiiiiiiiiieiice e 2144.05
Ratification of papers filed
Death of attorney.........ccccoeevvieeeeiiiiiiee e, 406
Death of inventor.................... 409.01(a), 409.01(b)
Signature improper or lacking................... 714.01(a)
Real party in interest...........cccceevveeene 1205, 1207.02
In ex parte reexamination..............cccceeeeereunnnn. 2202
In inter partes reexamination................c...c...... 2677
Reasons for allowance............cccocovviriieeinnenn. 1302.14
Amendments after final rejection................... 714.13
Appeal record........cooouuieiiiiiiiiiie e 1213
Applicant's comments on 1302.14
Claim narrowing.......cceeeevevvereeeiiiieeee e e 1302.14
Comments on, ex parte reexamination............ 2287
Comments on, inter partes reexamination... 2687.01
Estoppel effect.......ccveveeiiiiiiiiiiiieeees 1302.14
Failure of applicant to comment on.............. 1302.14
Patent Cooperation Treaty application......... 1845.01

Presumption of acquiescence by applicant.. 1302.14
Reexamination



INDEX

Reasons for allowance — Reexamination, Ex parte

Sec. No.
EX parte ... 2262, 2287
Inter partes ... 2687
Rebuttal brief in inter partes reexamination appeal.....
2678 2679
Refused entry.........cccooiiiiiiiiiiiiee e 2679
Recapture
Claimed subject matter......... 706.02()(1).
Matter in reiSSUe.........eueeeeeiiiiiieee e
of patent
Disclaimed by filing a disclaimer 1490
Waived when SIR published........................ 1111
Receipt of mail and papers.........ccccvcveeriieeiniiens
Depositing correspondence..........cccccveevvveeennnee.
Entry of amendments
Filing receipt........cccccoeveen.
Office date Stamp.....cccccceriieriiiieeiice e,
Period for reply.......cccccoeiiiiiiiieee
Receiving Office PCT procedure.............ccccee.... 1801
International Bureau...........c.cccceevvivriciieennenen, 1805
Reciprocal security agreements...........cccccceeeenneee. 120
Reclassification
Patents.........ccccviieiiiiinii e 905.01(a)(3)
Reconsideration in ex parte reexamination........ 2269
Reconsideration of abandonment.. 711.03, 711.03(c)
Based on insufficient reply..........cccccveeeenn. 711.03(a)
Based on failure to reply within period...... 711.03(b)
Record of interview............cccccceeeeinne 713.01, 713.04
Record room (See also: _File Information Unit (Record
Room) )
Record system for reexamination
EX Parte ...ooooiiiiii e 2235
INtEr PAMES .ovvveeiiieieiiieeeee e 2635
Recording assignment....................... 301, 302, 317
Recording change of business name.................... 314
Recording government interests............. 302, 302.07
Recording of joint research agreement... 302, 302.07
Recording license agreement................. 302.07, 313
Recording of other documents................. 313to 317
Recording security interest...........ccocceeiviiiieeeennns 313
Redacted publication of an application.. 502.05, 1132
Reduction to practice..... 715.07, 2133.03(c),
2133.03(e)(3) 2138.01 2138.05
Reexamination, EX parte .........cccccceeeiniiiiennnnn. 2200
Access to file........... 103, 724.04(c). 2209, 2232
Action following Board decision
Address of patent Owner...........cccceeeviiiieeenns 2222
AdMISSIONS......cvviiiiiiiiieee e
Affidavits........... 2205, 2216, 2217, 2258, 2265

Index-79

Sec. No.
After final practice........ccccoovviieiiiiiiiieee, 2272
Amendment.........ccocee.ee. 714, 2234, 2250, 2295
ADSLIact.........oovvvieiie e, 2287
After final rejection..........ccccoveeeiiieeniineene 2272
EXAMINEI'S.....ccvviiiiieieee e 2287
Filed with request...........ccooccieeiiiiiiiinee s 2221
IMPIOPET ... 2250
In a merged reissue/ ex parte reexamination.....
2285
Prior reexamination certificate issued..... 2250,
2295
Provisions of Rule 1.312 do not apply.......... 2287
Reissue patent issued...........ccccoevivieeeeeninns 2250
Ancillary iSSUES.........coocvveviiiiiiiieenen, 2217, 2258
APPEAL.....eeiiiiiii 2273
Appeal brief.......o 2274
Appeals to courts................. 1216, 1216.01, 2279
Application data sheet......... 2214, 2258.02, 2266

Attorney or agent.........cceveveveieeeeeenannnnnn.

Name on certificate 2287
Basic characteristiCs..........oovvvviiieeeiiiee e 2209
Certificate Of........cccceeeviiiiiiiiieeee

Reissue patent as..........ccccceeeevreneen.

Certificate attached to patent copy

Certificate distribution.............cccccviiiiiiennis 2292
Certificate format.............coovvvvvvviiieiieeeeeeeeeeiii, 2290
Certificate of mailing or transmission................ 2224
Certificate of prior reexamination in later request.....
2214, 2219
Certificate of SErviCe.......coooveevviiiiiiiiiiiieeenn. 2220
Certified copy........ccovvveeeiinne

Citation of prior art 2202

After first office action...........cccceeeeeeieeiiiininnn, 2271
Claim for Official Gazette .........ccccoevevevverennen. 2287
Claim, multiple dependent, preparation for
PUBIISNING....eeiiiiiie e 2287
Claim nUMDBErNG.....ccccvvveriieiiieee e 2250
Claims considered.........ccccccceevnueeininenn. 2243, 2258
Claims invalid/unenforceable................ccccoe. 2286
Claims presented for interference..... 2284, 2304.02
Clerical handling.........cccccveeiviiiiieee e 2270
Collateral eStoppel.......ccueveeeeiiiiiiieiieiiiiiieee s 2259
Comments on “Statement of Reasons for Patentability
and/or Confirmation”..........cccccoveviiieee e 2287
CONCIUSION....coiiiiiiiii e 2287
Concurrent proceedings.................... 2282 to 2286
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Reexamination, Ex parte — Reexamination, Ex parte

Sec. No. Sec. No.
Conduct of proceedings........ccccooevveeeeeiiiineeeenn. 2254 FOIMS. .o 2296
Consideration of responses..... 2252, 2253, 2271, Granted 2246, 2247.01
2272 Grounds Of reJection..........ccoevevevereevererneeerenens 2217
Consolidated proceedings................. Identity Of reQUESEEN...........c.ccveveeverceereceereeeae 2212
Constructive notice to patent owner INAPPrOPriate PAPErS.........oovveeeveeeeeseerseeeen. 2267
Content of request..........cceeiiiiiiieeiiiiee e 2214 REtUrN Of PAPEIS.....eiveeeeeeeeeeeeeeeeeeeeeeeneen. 2267
Copending proceedings.................... 2286 INCOMPIEte TEQUES.........co.cvvcereeerereciereeeerenans 2227
Copy of patent in request................ccooceniinns 2219 Informal SUDMISSION.........covveeeeeeeeeeeeeeenn. 2266.02
Double column format..................... INitial PrOCESSING....vvvereeverereeeeereeeerereeeiereseneeen, 2226
Copying of file.........ooiviii Inquiries from persons other than the Patent Owner...
Correction of inventorship................ 2250.02, 2258 2212.01
Correction of request Interference copending
COorresSpONdENCE.......cvvvveveeeiiiiiiee e eeiieee e 2224 Intervening rightS.......cccoccvveiiiiiiiiiee e 2293
Criteria for deciding request............cccceevveeenee. 2242 INEEIVIEWS IN...eiiiiiieiiiie e 2281
Decision of Patent Trial and Appeal Board....... 2277 INtrOdUCHION. ... 2201
Decision 0N reqUeSt.........ccooveviieeeiiiiiieee e 2240 Listing of prior art.........cccccceeveiiiiiee e 2257
Decision ordering reexamination...................... 2246 Litigation copending..............
Decision ProCeSSING......cevieiiiiiereeaeaiiieeaeeeaeeee 2245 Litigation review...........ccceveeeieiiineeeeens 2287
Defective submisSioN..........c.oovvvvvviiiieeeeeeens 2266.02 Mailing of Office actions...........cccceveevviiieneenn. 2264
Denied........cccooveeriiiiecnnnnn 2240, 2247, 2247.01 Merger.. 2236, 2237, 2241, 2250, 2283, 2285,
Dependent claim treatment......................... 2260.01 2686.01
Director’s iNitiatiVe. ...........covveeeeeeeeeeenenns 2212, 2239 Merger with reissue proceedings..... 1449.01, 2285
DOMESEC PrIOTIY....vvveceeeeercecieieieecieenne 2258.02 Multiple dependent claim handling, preparation for
Double COMeSPONAENCE. ........vv.reveeeerereee 2224 PUBLISNING....vviiieiiiie e 2287
Double patenting..............c......... 804, 2217. 2258 New matter..........ccoevivveeiinnnenns 2250, 2258, 2270
Drawing COImeCtoN.............oovveververeerereerene. 2250.01 NIRC (See also: Form letters and forms: Notice of
. Intent to Issue Ex Parte Reexamination Certificate
Duty of candor and good faith...............cccccee... 2280 (NIRC) PTOL-469 )
Duty of disClOSUE..........coovvvvnnnesnns 2003.01, 2280 Notification of Concurrent Proceedings..... 2282,
Electronic Copy.......ccccovvnvviiiiicinninnn, 2209, 2232 2286.01
Entry of amendments Of & reexamination.............cceeeeeereerrenerenne. 2295
Entry of court decisions in patent file................ 2207 OFfiCe ACHON......ovvvveeereereeeeeeeeoane 2260, 2262
EXAMINET.......ocooereereecrre 2236, 2248, 2255 Official Gazette
Deposition..........cccoveieiiii 1701.01 Notice of Certificate.. ... 2201
Examiner's amendment..... 2234, 2250, 2262, Notice of request...........ccovvcuviciricirircinenn. 2229
2281 ) “Old art” (i.e., previously considered/cited)..... 2242,
EXaminer's answer...........ccocvveeiieiienieiicineeinns 2275 2258.01
EXpiration of patent..............ccooooevveens 2211, 2250 Oral NEATNG. .....vevereerereeieeiesee s 2276
Explanation of prior art...............ooninins 2217 Orders for COPIES Of........veurerreireereinrienerines 2232
Extension of time..........ccccovveviiiiciiiiici, 2265 Ordered after supplemental examination..... 2201
After final rejection............... .. 2272 2265, 2268, 2280, 2290, 2291, 2818, 2823
For filing appeal brief 2274 Patent Copy in reqUESL..........c..cvevveeveereereerenes 2219
Failure to timely reply to Office action............... 2266 Double column format...................... 2214, 2219
Fees............. 2215, 2233, 2250.03, 2283, 2285 Patent owner’s address..........coccevvivienieeeniinennn 2222
Final action...........cccceeeenne. 706.07(a), 2265, 2271 Patent owner's statement...........ccocevveveeerenncns 2249
FIOWChAIt......eiiiiiiic e 2201 Patent owner’s statement of interview.............. 2281
Following supplemental examination..... 2201, Patentability review conference..... 2236, 2246,
2818.01 2247, 2262, 2271, 2271.01, 2287
Foreign priofity......c.ccoeveeereene e 2258.02 PELILION. ....eeveceeeecee e 1002.02(b)
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Clerical handling...........ococvveeeiiiiiienee i, 2270
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2233, 2270, 2281, 2285, 2286, 2287, 2289,

2294 2295
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2287

Reconsideration of Office action....................... 2269
Record SYStem.........cooiuiiiiiiiiiiiiiee e 2235
Refund if request denied..... 2215, 2247, 2248,
2294
Reissue copending...........ccccceuvvee. 1449.01, 2285
Rejections..... 2242, 2258, 2259, 2260, 2262,
2271
Using “old art”.........ccccevereeeiiiie e 2258.01
ReMINAErS......coiiiiiiiiieiiiee e 2287
Reply by third party requester.............. 2251, 2253
Period for reply cannot be extended............. 2265
REPOIS. ..ttt 2235
Representative of requester..............ccocceeeeenn. 2213
REQUEST.....ceiiiiiieiii e 2210
After reissue patentissues... 2240, 2242, 2243,
2258 2285
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Restriction improper.........ccoccvveveeeiiciveeee e 2258
REVIEW. .....eviiiiiiii et 2289
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Confirmation...........ccccceeeeeeeeeeeeeeeeeeee 2262, 2287
Statutory basis........ccccevviiiiiiee 2201
) - |V 2283, 2284, 2285, 2286
Submission defective or informal................. 2266.02
After final......c.coooeeii 2272
Submission not fully responsive.................. 2266.01
After final........covveeeeeiii e, 2272
Substantial new question of patentability..... 2201
2214, 2216, 2240, 2242, 2244, 2246, 2247,
2258, 2816
Using “old art”........cccccooevieeeennnns 2242, 2258.01
“Sufficient cause” for extension of time............. 2265
SUSPENSION....cvviiieiiiiiiiee e
Terminated...........oeveeiiiiiiee e 2294
Terminated files
TicKIEr rePOItS....cccccvieiie et 2235
Time for request deciSion............ccccceeevriveeeennn. 2241
Time for requesting.........cccvvvveviiiee e 2211
Time for response to actions.............c.cccccuvvee... 2263
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Comments by third party (See also: Reexamination
Inter partes: Response by third party )

Concurrent proceedings...........ocveeriveeernneeennnn
Consolidated proceedings

Constructive notice of............
Copending proceedings 2686
Copying of the file by the public....................... 2632
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2674
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2681 2682
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CONLENL......eiiiiiiiiiiiiee e 2646
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Denial...... 2640, 2647, 2647.01, 2648, 2694
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Examination scope......... 2658, 2671.01, 2671.02
Examiner consultation

After response by parties..........ccccoeeeernenen. 2671

Before appeal.........ccocceeiiiiiiiiiiiis 2676

In merged reexamination proceedings..... 2686.01
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2686.01

Review of Rebuttal Briefs..........ccccceeeennis 2679
Examiner’s Amendment
Canceling rejected claims................ 2671, 2687
Correcting formal matters............ 2687, 2687.01
In merged reissue/reexamination............ 2686.03
Not permitted if approval required........... 2687.01
To the Title................. 2660.02, 2686.03, 2687
EXaminer's ANSWET...........cceveeeeeeeeeeeieieeiiiieeennn 2677
Expedited Right of Appeal Notice..... 2671, 2673.02
Extensions of time.........c.cccociiiiiiiie e 2665
After Action Closing Prosecution.................. 2672
To amend the claims after a Board decision
containing a new ground of rejection............ 2682
To appeal to the Court of Appeals for the Federal
ClICUIL. .o 2682

To complete a reply held non-responsive.....
2660.30

FEES. ., 2634
For a copy of the file on CD..............cccunne. 2632
Refund.........coveeiiiiis 2647, 2648

Final Board decision............cccccceeeuvveee.. 2681, 2682

FIOWChartS........oovviiiiiiiieciee e 2601.01

Foreign priofity.......cccooocvveeeeeinniiiiee e 2658

FOrms listed.........ccveiieiiiiiiie e 2696

Fraud......oooeeiiieee e 2684

Improper CommentsS..........cooooeiviiiiiiiiiiiiiiiiees 2667

Inappropriate Papers........cccocveerrieeerineeeiiieenns 2667

Incorporation by reference in Examiner's Answer.....
2677

Interference copending.................... 2686, 2686.02
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Intervening rights.........cocoiiiiniieee 2693

Interviews in a merged reexamination/reissue.....
2686.03

Interviews not permitted...... 2666.30, 2685, 2687

Litigation concurrent..... 2640, 2681, 2686,
2686.04

Litigation search..........ccccovieeiiiiiiiiiieeene 2686.04
Litigation stayed...........cccceevvveeiiiiinnieeennen, 2686.04

Merger of multiple requests for reexamination.....
2686.01

Merger of reissue and inter partes reexamination.....
2686.03

Multiple requests for reexamination filed..... 2640

2686 2686.01 2695
New grounds for rejection............cccceevveennee 2671.01

By the Board of Appeals................... 2681, 2682
New matter..........occovvvreeinineneeenn. 2671.01, 2671.02

NIRC (See also: Form letters and forms: Notice of
Intent to Issue Inter Partes Reexamination Certificate

(NIRC) PTOL 2068 )
Non-final Board decision.............ccccccoeeeeieienn. 2681
Non-responsive reply by patent owner/third party.....
2666.30 2666.50
Notice of appeal................... 2662, 2674, 2674.01
Premature..........cccceeeeiii e 2667
Notice of cross appeal......... 2662, 2674, 2674.01
Notice of Inter Partes Reexamination Certificate
Issuance in the Official Gazette .......... 2688, 2691
Office action..........cccccccvviviiiiirieierereeee. 2660, 2671
Not closing prosecution............ccccceuvveee.. 2671.01

Reopening prosecution after ACP..... 2673
2673.01

Reopening prosecution after Examiner’s Answer....
2679

Reopening prosecution after RAN..... 2676, 2677
Oral hearing.................. 2662, 2675, 2677, 2680
Open to PUBIIC......coveiiiiiiieeii e 2680

Order granting inter partes reexamination..... 2646,
2660

Returned as undelivered...............cccceveeenns 2654
OVEISIGNL....cooiiiiiiiee e 2689
Panel ReVIEW.........cccccviviviiiriiieieeeceeeeeeeee e, 2671.03
Petition........coeeeiiiiiee e 1002.02(b)

Board decCiSioN............eveeeieieiiiiieieeeeeeeeeeieee, 2681

Consideration of submissions after NIRC.....
2687.01

Correct inventorship..........cc........ 2658, 2666.03
Denial of request for inter partes reexamination....
1002.02(c), 2647 2648
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Merge inter partes reexamination and reissue.....

1002.02(b) 2667 2686.03
Premature Action Closing Prosecution......... 2672

Reopen prosecution after Board decision..... 2682
Suspend second or subsequent requests..... 2640
Stay reexamination..... 2667, 2686.02, 2686.03
Unintentional delay..........ccccocoeeiiiiennienennnn. 2668

Vacate order granting inter partes reexamination..
2646

Waive time provisions........... 2648, 2668, 2672
Premature response/comments........... 2625, 2667

Prior art citation..... 2602, 2646, 2654, 2656,
2657

After the order to reexamine............. 2602, 2667
After a Notice of Intent to Issue Inter Partes
Reexamination Certificate issues............ 2687.01
Before the first Office action......................... 2625
Before the order to reexamine.......... 2602, 2654
By another requestor...........cccccvveveeeiiiveneenn. 2656
By the patent owner..........occcceeeeiiiiiieeeeens 2656
Storage area........oooevveeeeieiciiiiiiiiiieeeeeee e 2667
With the Request.........ccccceevvviiieieciiiiieeee, 2656
With third party’s comments........ 2666.05, 2667
Priority Mail Express procedure..... 2624, 2665,
2666 2666.05
ProCessing........cccvveeeeiiiiieii e 2670
After a decision by the Board....................... 2682
Amendment..................... 2666.01, 2670, 2687
Clerical.......oouviiiiiiieiee e 2670
EXaminer's ANSWET.........coooveeeeeeiniiieeeeannninns 2677
Inappropriate Papers.........cocceveveerieeeenineens 2667

Merger of multiple reexamination requests.....
2686.01

Merger of reissue and inter partes reexamination..
2686.03

Terminated inter partes reexamination........ 2694
Proof of service (See also: _Reexamination, Inter
partes: Service of papers )
Public access.........ccccceevveiiinnn, 103, 2609, 2632
Publication...........cccovvieiiiiiiee e 2687
Publication of Board decision............cccceeenee. 2681
RAN (See also: Reexamination, Inter partes: Right of
Appeal Notice (RAN) )
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Real party in interest identification.................... 2677
Reasons for Patentability and/or Confirmation.. 2687
Rebuttal Brief...........coovvvvviieeiiiieiiiiiiiens 2678, 2679
Refused entry......ccccccoeveiiiiieeeniee e, 2679
RECOIS. ...t 2635

Reissue copending..... 1449.01, 2643, 2686,
2686.03

Reissue previously issued.................... 2640, 2686
Remand by the Board of Appeals......... 2681, 2682
Reopening prosecution after an Action Closing
Prosecution (ACP)........ccccoeveviieeenne 2673, 2673.01
Reopening prosecution after a Board decision.. 2682
Representative of requestor..........cccccceeeeeenne 2613
Request for extension of time.............ccccceuvee. 2665
Request for reconsideration by patent owner.... 2666
Request  for inter partes reexamination
Claims considered..........cccoeeeeieeiviiiieievinnnnnnn. 2643
Denied........cccoveiriiiniiiec e 2640, 2647

Facsimile transmission not permitted..... 502.01
2624

Filed after reissue issued.............cccccvvunnnn... 2658
Filed while interference pending.............. 2686.02
Filing address........ccuveeeeeiiiiiiiie e 2624
(€] =10 (<o TN 2640
Second or subsequent filed......... 2640, 2686.01
Request for Rehearing by the Board..... 2682, 2683
Res judicata .........ccovvevivieiiiieeece 2259, 2659
Respondent Brief..........ccccovciviiieiiiiiiieeeee 2675.01
Defective........uvevreeeeiieeeniienne 2675.01, 2675.02
Respondent defined...........ccccoeveeiiiieiie e, 2674
Response by patent owner............cccceeeeevnneen. 2666
After Action Closing Prosecution...... 2671, 2672
Defective.........cccuveen... 2666.30, 2666.40, 2667
Improper CoOmMments............oooeeeeecnvvvvevinnnnnns 2667

Late (See also: Reexamination, Inter partes: Time
periods for response ) 2667, 2668
NO proof Of Service.......ccccvvvivieeiiiiiiieee s 2667
No response filed..... 2666.10, 2671, 2671.01,
2671.02

Not fully responsive..................... 2666.30, 2671
Person not of record...........cccvveveeiiinnen. 2666.50
Premature.......cccceeveeiiiiiieeeeeiee 2625, 2667
To Notice of Defective Paper... 2666.40, 2666.60
To Office action...........cccvveeeeninnne 2666, 2666.30
B0 1o 38 (o] oo TR USROS 2667
unsigned........ccccoeviiieieeniniieeenn. 2666.50, 2667
Response by third party
After Action Closing Prosecution...... 2671, 2672
After patent owner corrects defect........... 2666.40
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Improper comments........ 2666.05, 2667, 2671
Late (See also: Reexamination, Inter partes: Time
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NO proof of Service..........cccoeeveveeeiiiiiiieeees 2667
No response filed...........cceceeee. 2666.20, 2671
Other than third party requester................... 2667
Period for response................ 2666.05, 2666.20
Person not of record..........cccocvevevvennennne. 2666.50
Premature comments...........cccceeeeee. 2625, 2667
Premature appeal..........cccccoevviiieeiiiiiiieneens 2667
Prior art submission with............. 2666.05, 2667
TOO lONG. e
Unsigned
REVIEW. ...ttt
Right of Appeal Notice (RAN)..... 2666.05, 2666.10,
2667 2671 to 2674 2677
CONLENL...uuiiiiiiiiiieiecee e 2673.02
SCANNING...eeiiieiiiiee e e 2632
Scope of examination..... 2658, 2671.01, 2671.02
Service of Papers......ccceveviieeviiie e 2666.06
Certificate of........cccocevvriiiiiiiniiiicn, 2666.06
Proof of service.......... 2666.06, 2666.50, 2667
To patent OWner..........ccccuvvvvvvvnnes 2654, 2666.05
To third party requestor.... 2654, 2666, 2666.05
Special Status..........coeeeiiiiiiiieieiiee e 2661
Stayed pending litigation outcome............... 2686.04
Stayed pending reissue outcome................ 2686.03
Submissions prior to the first Office action....... 2625

Substantial new question of patentability..... 2640,
2642 to 2647, 2648, 2658, 2686.01, 2686.04

‘Sufficient cause’ for extension of time.............. 2665
Suspension of requests for inter partes

reexamination.................oeeeeeennnnns 2640, 2686.01
Terminated...........uveeeeeiieiiiiieieeee e, 2694

Third party requestor (See also: Reexamination, Inter
partes: Response by third party )

Time periods after appeal for filing:

Amendment after Board decision containing a new
ground for rejection..........ccocveeviiiiiniicenneennn 2682

Notice of Appeal in the Federal Circuit......... 2682

Notice of Cross Appeal in the Federal Circuit.....
2683

Request for Rehearing.........ccccocvvevviveennenn. 2682
Time  periods during appeal for filing:
Appeal (i.e., Appellant) Brief..........ccccovneeen. 2675
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Corrected/Supplemental Appellant Brief..... 2675
2675.02

Corrected/Supplemental Respondent Brief.....

2675.01 2675.02
Corrected/Supplemental Rebuttal Brief........ 2679
Notice of Appeal........cccceeeiiiiiiiiiiiiieiees 2674
Notice of Cross Appeal................ 2674, 2674.01
Rebuttal Brief..........cocovvvieniiiiiccn 2678
Request for Oral Hearing...........cccceeeeeninns 2680
Respondent Brief..........ccoooeeviieiiiiiinnn 2675.01
Time periods for response..........ccccoceeeeneeeennne. 2662
After Action Closing Prosecution.................. 2672

After defective submission..... 2666.30, 2666.50,
2666.60

After Office action................. 2662, 2665, 2667
To make claims the same in each concurrent
reexamination............cccccccvveririnerereeeenenn. 2686.01
Time reporting by Office personnel.................. 2638
For a Panel ReVieW..........ccccceveeeviivnneennn. 2671.03
Il e 2660.02
Unpublished legal opinions...........cccccocveeiineene 2677
Reference (See also: art )
A.l. Series patent..........occeeeeiiiiiiiieee e 901.04
A.P.C. publication...........ccccovvveerinieeiiiienns 901.06(c)
Abandoned application.......... 901.02, 2127, 2134
Abbreviatures............cccooee e 901.06(d)
ADSEIACES......vve e, 706.02, 901.06(d)
Additional.........cccceeeiiiiiii e, 707.05(d)
AdMISSIONS.....ccceeieeeieiiee e 2129

Analogous art..... 904.01(c), 2141.01(a), 2143.01,
2145

Antedating (See also: Affidavit of prior invention to
overcome a pre-AlA 35 U.S.C. 102 or 103 rejection

(37 CER 1.131) )
Applications, domestic and foreign................... 2127
Applying reference under AIA 35 U.S.C. 102(a) and

(D)t 2152

Applying reference under pre-AlA 35 U.S.C. 102(e)....
706.02(f)(1)

Arrangement in Examiner’s Search files........ 901.07
As evidence of inherency.........cccocevcvvennee. 2131.01
As evidence in multiple reference, pre-AlA 35 U.S.C.

102 rejection...........ccveee.. .. 2131.01
Assigned application as..........cccccovcvieeeeeninnns 804.03
Availability.........c.cooviiiiie 2128
Between applicant’s priority date and U.S. filing date..
216, 706.02(b)
Citation... 707.05 to 707.05(g), 901.04, 901.05(a)

After allowance...................... 1302.12, 1308.01
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After appeal........... 1207.02, 1207.03, 1207.04
By applicant...... 707.05(b), 707.05(c), 1302.12
COrTeCtioN.....cieeiee et 707.05(q)
Period for reply......cccccvviiieiiiniiiinen. 710.06
Claims foreign date...........cccevvvveiiiieeinieenns 715.01

Combination of references....... 706.02(j), _707.07(f)
Copending..... 706.02(f)(2), _706.02(k), _706.02(]) to

706.02(1)(3), 709.01
COPIES. ettt 707.05(a)
Cross, how Cited..........cooovvvviiieeeiiieeeeeeiees 707.05(e)
Cross reference addition..............cccceeeenineen. 905.02
Date, determination of..... 2124, 2126, 2128 1to
2128.02 2152, 2154.01(b)
Date, exception to the rule...........cccccovveeennnnns 2124
Defensive publications.............ccccceeeiennnee. 901.06(d)
Design application...........c.cccevvveeeninrennee. 707.05(a)
Disclosure, broad..............ooovvvvveeeiiieeeiiieiiinnn, 2123
Disqualification under pre-AlA 35 U.S.C. 103(c).....
706.02(1)(1), 706.02()(3)
Drawings as prior art.........ccccceeeeeivvveereeesnenennn. 2125
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Restriction requirement................cc.e... 818to 819
Signed by all applicants...........cccccoevvrenee. 714.01(a)
Statutory period.........ccceeevvciieree i 710.01
Reply brief.. ... 1208

Representative capacity...... 402.03, 405, 714.01(c)
Cannot expressly abandon..................
Cannot sign terminal disclaimer.......................
INEEIVIEWS. .. 405

Representative of foreign assignee..................

Representative of inventor or owner...................... 400

Representative of requester.............cccceveeeeennee. 2213

Representatives of out-of-town attorneys

Republication of PG-Pub...................... 502.05, 1130
Request for Continued Examination (RCE)... 706.07(h)
After allowancCe...........ocveveeviienecniiee 1308
Conditions for filing..........cccoevviieiiiiniiienn. 706.07(h)
Design application...........cccevvvveiiveeeniieeenns 1502.01
Improper CPA treated as............ccccoeuvneee.. 201.06(d)
Submission requirement............ccccoecveeeen. 706.07(h)
Suspension of action iN...........cccceeveviieeiiieennnne 709

Terminal disclaimer, effect in

Request for ex parte reexamination (See also:
Reexamination, Ex Parte )
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Request for inter partes reexamination (See also:
Reexamination, Inter partes: Request Reexamination,
Inter partes: Decision on the request for reexamination
)

Request form (PCT/RO/101)..... 1801, 1812, 1821,
1828, 1844.01
Request for reconsideration of patent term adjustment..
1002.02(b)

Request for rehearing of Board decision.... 1002.02(b),

1214.01 1214.03 1214.04
Inter partes reexamination................... 2682, 2683
Request for reinstatement of period of patent term
adjustment........ceeeeeeeiee e 1002.02(b)
Request to convert provisional application to
nonprovisional application...............ccc....... 1002.02(b)
Request to issue patent in name of assignee after issue
fee paid......cccoeveeeeiiiie 1002.02(r)

Request for supplemental examination..... 2811 to
2811.02

Requirement for information..... 704.10 to _704.14(d),

706.02(c), 1901.06, 2122, 2123
After the first action on the merits............. 704.11(b)
Authority for requirement..............ccccoeeueeeen. 704.10

Consideration of information submitted..... 704.14(b),
707.05(b)
Format of requirement.............cccceceevvnneee.. 704.14(a)

Relation to duty of disclosure........ 704.12(a), 2005
Relationship to information disclosure statements .....

704.14(d)

REPIY 10 iiiiiiieii s 704.12
Elements of a complete reply................ 704.12(b)
Time periods for........ccccvveeiniiiiniiceiieeen 704.13
Treatment of an incomplete reply.......... 704.12(c)

What information may be required..... 704.11
704.11(a)

When requirement may be made.............. 704.11(b)
Requirements must be repeated.................. 707.07(e)
Requisites of the application............cccccceeeviiieeeenn. 702

Res judicata .... 706.03(w), 707.07(g). 2259, 2659
Rescission of nonpublication request...... 1123, 1124

Rescission of Previous Nonpublication Request (35
U.S.C. 122(b)(2)(B)(ii)) and if Applicable, Notice of
Foreign Filing (35 U.S.C. (b)(B)(iii)) form PTO/SB/36

Cited..veiiieeie e 1123, 1124

Reproduced.........cccuvvveiiiiiiiiiee e 1135
Reservation clause in application..... 608.01(e)
608.01(t)

Residence, Applicant’s.................. 602.08(a). _719.02
Resignation of examiner, old cases special...... 708.03
Respondent Brief in appeal of inter partes

reexamination...........ccccovecvveeeeennnns 2675.01, 2675.02
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Response (See also: Reply )
Restriction (See also: Election Election of species)....
800

Sec. No.
Reissue application...........ccccoccvveeeenns 1450, 1451
Rejection of nonelected claims......... 821to 821.03
Rejoinder..... 806.05(c), 806.05(f), 806.05(h),

Action, eXaminer's..........ccceeeeceeeeeeenennne 814to 817 806.05(i), 809, 812.01, 821, 821.01, 821.02,
Action after, special..........cccccvvevviiiiiieiieineene 708.01 821.04, 821.04(a), 821.04(b), 1302.04(h)
Action on the MeritS............cooeeeiieeeecccirreees 810 Related inventions.. 802.01, 803, 806. 806.04(b),
Apparatus and process or product..... 806.05(e) to 806.05 808.02, -809.03
806.05(q) Rejoinder of, generic or linking claim allowable.....
Application referred to second examiner............ 815 821.04(a)
BASIS.....veoveeieerieie e 802 Rejoinder of, product claim allowable.... 821.04(b)
Burden, Without SErioUS..............cccoevevevrveveeernnnn. 803 Requirement..............ccocone, 812, 814to 817
Claimed subject matter................ccevvevevennnn. 806.01 Additional...........coooii 811.02
Claims to divisible inventions added before action..... After election..........c.oooi,
818.02(a) With traverse........ccoccvvveveeinicnicniees
Combination and subcombination..... 806.05(a), Without traverse
806.05(c) By group where examinable............c.c............ 812
ContiNUALION. .......coivieiiiiiee e 819 Clear and detailed record......omvemmmeeomii 814
Design application...........ccceevvveevnieeeniieeenne 1504.05 COMPIELENESS. ..o 815
DefinitioN.......ccuveeiiei e 802.02 Concluding paragraph.........c.cceeeeeevevevverenn. 817
Distinct invention................... 802.01, 806, 806.05 Consult other group...........c.c..e....... 812.01, 815
DIStiNCt PrOCESSES....ocovrvvrvvrrrscorrro 806.05(j) T 810
Distinct products...........cccoovviiiiiinnnnnn -806.05(j) FIFSt ACHON. ....cv.ecvoeeceeeceeeeeeee e
Election other than express............ccccceeiene 818.02 Patentability
Election fixed by action on claim.................... 818.01 Reasons for insisting upon .
Final requirement............ccccoeiieieiniine ... 821.01 Rejection on double patenting following..... 804.01
Grouped in parent application...................... 811.04 Repeated after withdrawal......................... 811.03
IMPrOPer.......coooiiiiiiis 803, 806, 808.02 REPIY T0.e.verereeecveiereeeeeee e 818 to 818.02(d)
Independent embodiments..... 802.01. 806.04(h). Review by examiner with at least partial signatory
806.06 F Y011 To) 11 TR 803.01
Independent inventions..... 802.01, 803, 806, Submission to TC director....................... 804.04
806.06 -808.01(a) Second requirement.........c.coccveeeeeeniiiennn. 811.02
Intermediate-final product....... 806.04(b), _806.05()) SEQUENCES. . vvveoreeveereeeeeseeeeenns 803.04, 2434
INtrodUCHION........ueiiiiiiiiiieieeeeeeee e, 801 SINGIE ClAIM.....o e 803
Linking claim..... 806.04, 806.05(c). 809, 809.03, Single embodiment............cccocciiii. 806.03
821.04(a) . Species may be independent or related
Markush type Claims..................coooooe. 803, 803.02 INVENEIONS. ..., 806.04(b)
Nonelected claims, treatment of....... 821to 821.03 Species of unclaimed genus................ 808.01(a)
Eligible for rejoinder..........cccccooveeiiiiiininecnne. 821 Subcombination, Combination..... 806.05(a)
Reissue application...........ccccevveeeiiieeeniiieenne 1450 806.05(c)
Nonelected invention............ 706.03(m), 821.04(a) WHEeN Made......oooeoveeeeeeeeeeeeeeeen 811, 811.02
Nucleotide SeqUENCES..................... 803.04. 2434 WItRGFAWAL ..o 819
Patentability over prior art.................... 809, 809.03 Subcombinations usable together..... 806.05(d).
Patentability report, effect..........ccccooeiiiniinnnn. 807 806.05())
Process and product or apparatus..... 806.05(e), Telephone........oooiiiiee e 812.01
806.05(g) Transitional application.............ccccveeeererrnne. 803.03
Product and process of using.................... _806.05(h) Traverse of requirement...................... 818, 821.01
Product, process of making and using....... -806.05(i) Restrictions on employees of Office.......... 309, 1702
Reasons for holding of independence or Restrictions on former employees of Office......... 1702
diStINCINESS......veeeiiieeeee e 808.01 Restoration of Priority..... 201.04. 211.01(a). 213.03
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Sec. No.
Retroactive foreign filing license............cccccecvveennee. 140
Return of Papers
Discourteous matter........... 714.19, 714.25, 1003
Entered in the file................ 214.03, 719.01, 1003
Return of drawing........c.ccccvevvieeinieenneennn 608.02(y)
Return of filing fee.........occoooiiii. 607.02
Return of patent..........ccccceeeiiiiiiiee e 1416
Return of post card (sometimes postcard or
POSt-Card).......cccueveriieeriiie e 503, _1901.05
Returned Office action..........ccccceeeviiiieeeeniinnen. 707.13
Review at allowance............cceceeiiieeenineenne. 1302.01
Review for national SECUrity..........ccoccuveiiiereiiieenns 115
Review for Government property rights................. 115
Revised statutes (See also: Statutes )

Revival of abandoned application.. 711.03, 711.03(c),
1002.02(b)

Revocation of agent under PCT..........cccoveeeene /1808
Revocation of power of attorney........ 402.05, 402.07
After AllOWANCE..........ccoveriiiiieiiieee e 2501
Rewritten specification............ccccooecieeeennes 608.01(q)
Right of Appeal Notice (RAN)..... 2666.05, 2666.10,
2667 2671 to 2674 2677
CONENL....coiiiiiiiiie 2673.02
Right of priority (See also: _Foreign application )
Foreign application.............ccccovcvvernneen. 210to 217
Form paragraphs..........ccooveeeiiiiiieee e 213
Formal requirements...........cccoiiieeieiiiiiene e 214

Overcoming a reference.. 213, 213.04, 215, 216,

706.02(b)(2)

Papers required............ccovveeeiiiiiiiee e 215

Time for filing papers........ccccceeiiieeeeeniiieenn. 215.03

U.S. application...................... 211.01(a), 211.01(b)
Right to exclude others.. 509.02, 1111, 1601, 2162
Rights, Transfer of patent or application........... 509.02
RNA (See also: Biotechnology _Nucleotide sequences

)
Roster of attorneys or agents............... 601.03, 1730

Rospatent (Federal Service for Intellectual Property
(Russian Federation)... 1840, 1840.04, 1860, 1865

Rules, 21 CFR 60.3(1)......ccovieiiiiriiieniie e 2751
Rules, Patent (Code of Federal Regulations)........ L. R
10 CFR 810 Cited......cceeivereeiieeeiieeeiiee e 140
21 CFR 312.80-312.88 Cited...........cceerueenne 2107.03
37 CFR:
1.1 ReproducCed.........cccuueeeeiiniiieieeeiniiiieee e 501
1.2 Reproduced............cceeenneee. 713.04, 2002.02
1.3 Reproduced..........cccuvvveeeeiiiiiireee e, 714.25

1.4 Reproduced..... 501, 502.02, 502.04,
509.03 2002.02
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Sec. No.
1.5 Reproduced........ccoocuvveieeiiiiiiiieae e 502
1.6 Reproduced........... 502, 502.01, 505, 513
1.7 Reproduced.........occueveeeeeniiiieiieeniiee 710.05
1.8 Reproduced.........oocuvveieeiiiiiiiiee e 512
1.9 (pre-AlA) Reproduced............... 201, 201.04
1.9 Reproduced... 201.01, 201.04, 1893, 2920
1.10 Reproduced...........ceveeiiiiieieeannnns 511, 513
1.11 Reproduced............... 103, 1430, 1879.04
1.12 Reproduced.........ccooueeeriiveeeiiieeniienns 301.01
1.14 (pre-AlA) Reproduced..........cccveeeeeennnne 104
1.14 Reproduced.... 101, 102, 103, 104, 110,
150, 1128, 1879.04
1.20 Reproduced.........c.cocveeeiiiveeenineennnn. 2666.04
1.22 Reproduced..........ccueeeeiiiiiiieaeeeiiieeeenne 509
1.23 Reproduced..........ccovvveiiiiiiienee i 509
1.25 Reproduced.........c.cccuveeviiveeiiiieenineenns 509.01
1.26 Reproduced...........cccccevuuenennn. 509, 607.02
1.27 Reproduced.............cccccnnuee. 509.02, 509.03
1.28 Reproduced.........c.cccuveeviiveeiniieenineenns 509.03
1.29 Reproduced..... 509.04(a). 509.04(b),
509.04(d), 509.04(e) 509.04(f)
1.31 Reproduced..........cccvvveiiiiiiienee i 401
1.32 Reproduced.............ccouueee.. 402, 402.02(a)
1.32 (pre-AlA) Reproduced................... 402.02(b)

1.33 (pre-AlA) Reproduced.... 403.01(b), 601.03,
714.01(a)
1.33 Reproduced.... 403.01, 601.03, 714.01(a),

2222, 2622
1.34 Reproduced..........ccceeeeiiiierieeniiienn. 402.03
1.36 (pre-AlA) Reproduced................... 402.05(b)
1.36 Reproduced................... 402.05(a), 402.06
1.41 Reproduced...................... 605.02, 2920.01
1.42 (pre-AlA) Reproduced................... 409.01(b)
1.42 Reproduced.........cccccceevvivieeeeninns 409.01(a)
1.43 (pre-AlA) Reproduced................... 409.01(b)
1.43 Reproduced...........ccveriveeennenanns 409.01(a)
1.45 Reproduced.........cccceeeeviiivereeeiiinenn. 409.02
1.46 Reproduced...........cccccovureeeennn. 308, 409.05
1.47 (pre-AlA) Reproduced............c.ceenee 409.03
1.48 Reproduced..........ccceeeeeviivieeeesiinen. 201.03
1.51 Reproduced..........cccueeeeiriuiiieieeniiiieeeenne 601
1.52 Reproduced............coceeevneens 608.01, 2250

1.53 (pre-AlA) Reproduced.... 201.04, 201.06(d),
601.01

1.53 pre-PLT (AlA) Reproduce.................. 601.01
1.53 Reproduced..... 201.04, 201.06(c),

201.06(d), 506, 601.01, 601.01(c)
1.54 Reproduced..........ccovvveeeeiiiiieeee i 503
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Rules, Patent (Code of Federal Regulations) — Rules, Patent (Code of Federal Regulations)

Sec. No.
1.55 Reproduced..... 213, 213.04, 213.05,
215.02 2920.05(d)
1.56 Reproduced..... 2001, 2001.01, 2001.04,
2001.05 2002
1.57 Reproduced.........cccceeveenee 217, 608.01(p)
1.58 Reproduced................... 608.01, 608.05(b)
1.59 Reproduced..........cccveeviviiniiieiniieens 724.06
1.63 (pre-AlA) Reproduced................... 201.06(c)
1.63 Reproduced............... 201.06(c), 602.01(a)
1.64 Reproduced...........cccoevvvvennen. 409.05, 604
1.66 Reproduced...........ccceeevvrennnen. 602, 602.04
1.67 Reproduced...........c.ceeeeiiiiiiiieeiiiiiieeeees 603
1.69 Reproduced...........ccceevveeennne 602.06, 2004
1.71 Reproduced..... 608.01, 608.01(w),
717.02(b)
1.72 Reproduced...........coeeuuveeee. 606, _608.01(b)
1.73 Reproduced...........ccceevvveeinnnrennnn 608.01(d)
1.74 Reproduced...........ccceeviiveeinniennnnn. 608.01(f)
1.75 Reproduced..... 608.01(i), 608.01(n),
2173.05(n)
1.76 Reproduced............... 601.05(a), 601.05(b)
1.77 Reproduced................... 608.01(a), 608.05
1.78 in effect on November 29, 2000,
Reproduced.........cooocieeiieiiiiiiiiie e 804.03
1.79 Reproduced...........ccceeviveernnnrennnn 608.01(e)
1.81 (pre-PLT) Reproduced....................... 608.02
1.81 Reproduced.........cccceeeeeniiiierieniiinee. 608.02
1.83 Reproduced.........cccceeeeeiiirieieennnns 608.02(d)
1.84 Reproduced..... 608.01(f), 608.01(w),
608.02 1606
1.85 Reproduced............... 608.02(b). 608.02(p)
1.91 Reproduced..........ccveevivieiiieeinnieene 608.03
1.93 Reproduced..........cccceeeeeiiiriereeciiine, 608.03
1.94 Reproduced..........ccceeeeiiiiieiennnnns 608.03(a)
1.95 Reproduced...........coceeviireernnnrennne 608.03(a)
1.96 Reproduced.........ccccceeeeviiviiieennns 608.05(a)
1.97 Reproduced............ceveeiiiiieeieeiiiiiieee e 609
1.98 Reproduced..........ceeveeiiiiieieeeiiiiiiieee e 609
1.102 Reproduced...................... 708.01, 708.02
1.103 ReproducCed..........cccoeevuvieeeeeiiiiiiieeaeene 709
1.104 Reproduced.... 706.02(1)(2), 707, _707.05,
707.07, 717.02(b), 1302.14, 1852
1.105 Reproduced........ccccceeevvvriereeeiinnnen. 704.10
1.111 Reproduced.. 201.04, 714.02, 714.03(a),
2266 2666
1.112 Reproduced..........cceeirvveeniriiiieeenneen 706
1.113 Reproduced.........ccceeeeeivriereeeiiinnen, 706.07
1.114 Reproduced..........ccceeviirieeeennnnns 706.07(h)
1.115 Reproduced.........ccceevvvveernnnrennne 714.01(e)
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1.116 Reproduced...........ccceevvuvieeeeeniinenn. 714.12
1.121 Reproduced..... 608.02(p), 608.04, 714,
1453, 2234, 2250, 2666.01
1.125 Reproduced.........ccoeeviueeeenueeanns 608.01(q)
1.126 Reproduced.........ccccoevivveieeerennnnn. 608.01(j)
1.129 Reproduced................. 706.07(g). _803.03
1.130 Reproduced.......... 717.01, 804.03, 2155
1.131 Reproduced..........cccceeviviereaennnns 715, 718
1.132 Reproduced.........ccccveeeeiiviieneeeiiieneeennn 716
1.133 Reproduced............c........ 713.01, 713.04
1.135 Reproduced..... 710.01, 711, 711.03(c),
714.03
1.136 Reproduced................. 710.02, 710.02(e)
1.137 Reproduced..... 711.03(c), 1124, 2268,
2668
1.138 Reproduced............... 711, 711.01, 1125
1.141 Reproduced..........ccceevvveenne 802, 806.05(i)
1.142 Reproduced.........cccceeerveeeiniiienieeenne 802
1.143 Reproduced..........cccceeviuviereeeniinennn. 818.01
1.144 Reproduced.........ccceeevvveenineennnne 818.01(c)
1.145 Reproduced..........cceeeviiveeiiieeenneenns 821.03
1.146 Reproduced...........ccccevvuviereeeniinennn. 806.04
1.151 Reproduced.........cccceeevvciireiieeiiciiinneennn 1501
1.152 Reproduced.........cccceeeeevviviereeennnns 1503.02
1.153 Reproduced...........ccceeeeriuiiereennnnns 1503.01
1.154 Reproduced...........ccceevvveeeninienne. 1503.01
1.155 Reproduced.........cccceeeeiviiiereeninnnns 1504.30
1.161 Reproduced...........ccceeiiuviereeeiiiiieeannnn 1602
1.162 (pre-AlA) Reproduced.............ccocenn..e. 1604
1.162 Reproduced..............ccoevvneen... 1604, 1605
1.163 Reproduced...........cccceervveeennn. 1603, 1605
1.164 Reproduced..........ccceeeviuiiereeeiiciiieeennnn 1605
1.165 Reproduced..........ccceeevviieieeeiiiiiieeennn. 1606
1.166 Reproduced...........ccceevuiieieeeiiiiiieeann. 1607
1.167 Reproduced..........cccceeviuiiereeeiiciiineennnn 1609
1.171 Reproduced.........cccceeevviviereeeiiiivineennn. 1410
1.172 Reproduced...........ccceeeeniuieereennnnne 1410.01
1.173 Reproduced..... 1410, 1411, 1413, 1453
1.175 Reproduced..........ccceeeviiviereeeiiciiineenn, 1414
1.176 Reproduced........... 1440, 1450, 2686.03
1.177 Reproduced...........cceeeviveeinieeniieenne 1451
1.178 Reproduced........... 1416, 1418, 1442.04
1.181 Reproduced..........c.......... 711.03(c), 1002
1.182 Reproduced...........cceevvveiinieeniiniennne 1002
1.183 Reproduced........ccccceeeevivieieeeiiiiineennn 1002
1.197 Reproduced...........cccoeeeriuiiereennnnne 1214.06
1.198 Reproduced...........ccceevvvieeninrennnne. 1214.07
1.211 (pre-AlA) Reproduced...........cccceeeenns 1120
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Sec. No.
1.211 Reproduced.........cccceeveuvveernnn. 1120, 1126
1.213 Reproduced................ 1122, 1123, 1124
1.215 (pre-AlA) Reproduced............cc.ccouee 1121
1.215 Reproduced.........cccceeviuiiereeeiiiiieneene 1121
1.217 ReproducCed.........ccceevvvviieeeeeiiiiieneeenns 1132
1.219 Reproduced.........cceeevveeeiiieeeniieeeneee 1129
1.221 Reproduced.........cccceeviuvveeeennn. 1130, 1133
1.248 ReproducCed.........cccceevvviieeeeeiiiiieneeans 1901
1.251 Reproduced.........ccceeevievieniieniniieenns 508.04
1.290 Reproduced..........cccceevivvereeeinnnnnn. 1134.01
1.291 ReproducCed.........ccceeveiviiereeeiiiiinneeenne 1901
1.297 (pre-AlA) Reproduced.............c.c....... 1111
1.301 Reproduced.........ccceeviuiieeeeeiiiiieaeenne 1216
1.302 Reproduced...........ccccouveee. 1216.01, 2683
1.303 Reproduced.........cceeevieeeiiieeiniieeeeee. 1216
1.304 Reproduced.........cccceeveuvveernnn. 1216, 2683
1.311 Reproduced.........ccceevviiviieeeeeiiiiieeeeens 1303
1.312 Reproduced.........ccoeeevivierieeneniieenns 714.16
1.313 Reproduced.........cccceeeiviieeeeeiiiiieaeenne 1308
1.314 Reproduced..........coceevvviernineennnen. 1306.01
1.321 Reproduced.........cceeevieieiiieeniiieeee. 1490
1.322 Reproduced.........cccceeiiuiieeeeiiiiiieneene 1480
1.323 Reproduced........ccccevviviieeeeeiiiiieeeeane 1481
1.324 Reproduced..........cccceevevvereeeeennnnnn. 1481.02
1.335 Reproduced..........cccoeiiiieeieeiiiiiiieeeee 311
1.362 Reproduced.........cccceevivviieeeeeiiiiieneenne 2504
1.363 Reproduced..........cceeevvvvieeeeeiiiiieeees 2540
1.366 Reproduced..........ccccoeiuieeeeeeiiiiiieneenne 2515
1.377 Reproduced.........cccceeevviieeeeeiiiiieneenne 2580
1.378 Reproduced.........ccccevvvvveeeeeiiiiieeeee, 2590
1.413 Reproduced.........cccceeeiuiiereeeiiiieeaeenne /1840
1.414 Reproduced.........cccceovveeeninnnenns 1893.01(a)
1.416 Reproduced.........ccccevvvrieeeeiiiiiieeee, 1862
1.422 Reproduced.........cccceoviuiieeeeniiiiieneene 1806
1.431 Reproduced.........cccceevviviieeeeeiiiiieneenne 1810
1.432 Reproduced.........ccceeevvvvieeeeeiiiiieneee 1821
1.434 Reproduced..........ccceevvuiieeeeiiiiiieaeene 1821
1.435 Reproduced.........cccceeeiviieeeeeiiiiieneene 1823
1.436 Reproduced..........ccccovvvvveeeeeiiiiieeee, 1824
1.437 Reproduced..........cccoevviieeeeniiiiieaeene 1825
1.438 Reproduced..........coeevvveeiiiireniiieeen. 1826
1.446 Reproduced...........c.ceevvvvvveeeeninnnnn. 1827.01
1.451 Reproduced...........ccceeeviviieieenininnnn. 213.06
1.455 Reproduced............. 402.09, 1807, 1808
1.475 Reproduced.........ccceevvviieeeeeiiiiieneeee 1850
1.477 Reproduced..........ccceviuiieeeeniiiiieeeee 1850
1.480 Reproduced..........coeevvveeiiiieniieeeen. 1864
1.481 ReproducCed.........ccceeevvviieeeeeiiiiieeeeans 1867
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1.484 Reproduced..........cccceeviuiieiieeniiiiieeennn. 1878
1.485 Reproduced.................. 1864.01, 1878.02
1.488 Reproduced...........cccoevvuvieieeiiiinieeennn 1875
1.489 Reproduced...........ccceeeeviuiiereennnnne 1875.02
1.491 Reproduced...........coceevvvveenenrennnnn. 1893.01
1.495 Reproduced................ 709, 1893.01(a)(1)
1.496 Reproduced...........ccceeeiiiiieriannnnne 1893.03
1.497 Reproduced..........cccevvveeennnnnn 1893.01(e)
1.499 Reproduced.........ccccveerveeennnnnnnn 1893.03(d)
1.501 Reproduced...........ccoeeviuiiereeeiiiiieeannnn 2202
1.502 Reproduced.........cccceevviiveieeeiicinineeennn 2202
1.510 Reproduced.... 2210, 2212, 2213, 2214,
2215, 2227 2266.03
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1.525 Reproduced..........ccceevvieeiiiieenninienne 2246
1.530 Reproduced..... 2234, 2249, 2250,
2250.01, 2250.02, 2666.01, 2666.02
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1.540 Reproduced..........ccceeevieeeiiieeniinienne 2252
1.550 Reproduced..... 2254, 2265, 2266,
2266.03
1.552 Reproduced.........ccccceevvivieieeeiicinineeennn 2258
1.555 Reproduced..........ccceeevviiiereeeiiciiineennn. 2280
1.560 Reproduced...........ccccevvuiieiieeiiiiiineann. 2281

1.565 Reproduced.... 2282, 2283, 2284, 2285,
2286

1.570 Reproduced..........cccceeeviuiiereeeiiiiinneennn. 2288
1.601 Reproduced..... 2803, 2803.01, 2808,
2812.02

1.605 Reproduced.........cccceevviiieieeeiiciiieeennnn 2809
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2815, 2816, 2819, 2820
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1.780 Reproduced..........ccccoviviveeeeiiiiiieeeene 2759
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1.809 Reproduced.........ccceevieieiiieenniieeneen. 2411
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41.200 Reproduced..........cccuveeeeirniieeeennn. 2301.02
41.201 Reproduced...........cceeveeiiiiiennennn. 2301.02
41.202 Reproduced..... 2304.02, 2304.02(a),

2304.02(b), 2304.02(c), 2304.02(d), 2304.03,
2305
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41.67 Reproduced...........ccvee..... 2675, 2675.02
41.68 Reproduced.................. 2675.01, 2675.02
41.69 Reproduced..........cocvveveeeiiiiiiineeeeins 2677
41.71 Reproduced...........cccvvveeeiiiiiieeeeeeins 2678
41.73 Reproduced...........ocuveveeeiniiiiieee e 2680
41.77 ReproducCed..........ccooveeeniiiicriieeiiieens 2681
41.79 Reproduced...........occvvvvveeiiiiiiieee s 2682
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41.81 Reproduced.........cccooveeeniiieriieeiiieens 2682
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41.103 Reproduced......... 2284, 2307, 2686.02
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Scientific and Technical Information Center (STIC).....

901.06(a)

Biotechnology sequence listings..... 2421.03, 2429
Foreign patents..... 706.02(e), 901.05, 901.05(c),

903.03, 901.07
HOUIS. ..ot 1730
Litigation search...... 2240, 2287, 2640, 2686.04
Literature collection.................... 719.05, 901.06(a)
Location and telephone number....................... 1730
Translation assistance............ 901.05(d), 901.06(a)

Scientific principle not patentable................. 706.03(a)

Scope of claims.......... 904.01(a), 2163.05, 2164.08
Design application..... 1503.01, 1504.04, 1504.05,
1504.06

Scope Of ClasS.....ccoviiiiiiiiiiiieeieee s 903.02(b)

Scope of reexamination

EX PArte oottt 2258
INtEr PArtES ..oveeeeeeieieiiieeee s 2658

Screening new application for security review..... 115,

706.03(b)

SAL ittt 602
NOt reqUIred........coiiiuiiiiieiiiiiiee e 602
VEBNUE. ...t 602

SEACN.....iii e 900
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After reversal by Patent Trial and Appeal Board .....
1214.04

Aids in Scientific and Technical Information Center

(STIC) i 901.06(a)
Analogous art areas 904.01(c)
Claim analysis.......c.ccccceeviieiiieeniiee e 904.01
COMPULET ... 719.05
Databases (See also: _ Electronic databases )
Electronic documents............. 707.05(e). 904.02(c)
FEE, PCT .t 1827
Field of...cooveiiieiieee, 904.02, 904.02(a)

Not to be given for patented inventions........ 1701
File wrapper notation................ccccee.. 719.05, 904
Incomprehensible disclosure......................... 702.01
In Technology Center, by member of public.... 713.02
Informal application......................... 702.01, 704.01
INPADOC.......ceiiiiiiieniee e 901.06(a)
INterference........cocvceeiiiieeni e 2304.01(a)
INtEINEL....cuviiiicieciece e, 707.05(e). 904.02(c)

Notes in classification definitions..... 902.02(a)
905.01(a)(2)

Notes in file wrapper..... 705.01(a), 719.05,
903.07(a)

Online database (See also: Electronic databases)....

901.06(a), 902.03(e)
OULINING. ... 904.02(a)
Patentability report................. 705.01(a), _705.01(b)
Prior examiner's............ccccoeeeciiiivivivnnnneneeeeen, 704.01
Procedure..........coovvvvvvveeeiiiieeeeieeiinn 704.01, 904

References in classification definition.... 905.01(a)(1)
Requirements for information..... 704.11, 704.11(a)

Restriction requirement...........cccccovveviveeennnen. 808.02
SCOPE. ittt 2112
Selecting pertinent references............ccc.cc.... 904.03
It 306

Unduly extensive and burdensome..... 806.01

808.01(a), 818.02(b)
Search notes page (OACS)..... 704.14(b), 705.01(a),
719.05

Search facility hours...........ccocceviiiniinenen. 510, 1730
Search tools, automated............ccoccceeerneenne 902.03(e)
Searched box entries.......c.cccceeeeieieiiieccccciiiinns 719.05
Secrecy, iN general........cccovveeiiiieriieeniiee e 101
Secrecy of international applications..................... 120
“Secrecy Order” application............... 115, 120, 130
After declassification............cccccceeeiiiienee e, 130
AlIOWANCE. ...cciiiiieiiiii e 130
Commodity Control LiSt........cceeeeeiniiiieereeniiinenn. 120

COorrespoONdenCe.........ccovveeiriiiineee e 120

Index-98

Sec. No.

Facsimile transmission of correspondence not
PEIMItEEA. ....ceeiiiiiiiiii e

Final rejection

INtErferenCe... i,

Petition for rescission or modification................. 120
Prosecution.........cccccoe oo 130
REVIEW.....ceveviiiieeee e 115, 140

Security, Application affecting..... 120, 121, 130
140

Secret sale (See also: On sale )
Security interest in patent, recording (See also:

ASSIGNMENT ).evvvieeiiiiiiiee et 313
Security markings.................... 121, 130, 140, 724
Security screening of new applications....... 115, 140

Security Working Group 3640, applications submitted...
121, 130, 706.03(b), 1002.02(c)(1)

Self-addressed postcard (See also: Postcard
self-addresSSed )....ccovveeeriiieiiiie e 503

Sequence listing (See also: _Sequence rules).....
2422.01

Database (See also:

Sequence rules )

EFS-Web submission............... 502.05, 2422.03(a)
Hand delivery........ccccoooiiiiiiiiee e 2422.09
Pre-Grant Publications (PG-Pub)..................... 1121
Statements.........ccceevviiiieeeennns 2422.06, 2422.07
Sequence rules (See also: Biotechnology )........ 2400
Amendments to sequence listing and computer
readable form..........ccccvvvvvviieeennnnns 2422.07, 2426
Amino acid definition...........c.ccceiieeiiiinenns 2422.01
AULNOFIN. . 2430
Changes to rules........coccvvevieeiniieeiiee e 2421.04
Coding regions, depiction of........................ 2423.02
Compliance requirement................. 2422.07, 2429
Computer readable format requirement..... 502.05
2421.01 2422.04 2425

Database.. 2422.01, 2422.03, 2422.04, 2423.02,
2424.02, 2424.02, 2425, 2429, 2430

Definitions for nucleotides/amino acids....... 2422.01
Definition of "Sequence Listing" and "CRF".. 2421.01
Exclusive conformance requirement............ 2422.02
Extensions of time...........ccovieiiiiiiieeecnniins 2421.03
Format and symbols
Form paragraphs.........ccccceeeiviiieeeeeiiiieee e

Hand-delivery of sequence listings and computer

readable forms........ccocoeiiiiiii e 2422.09
Helpful hints for compliance.............ccccceevieenne 2429
Informational requirements for sequence listings.....

2424, 2424.01 2424.02
Mandatory information items........... 2424, 2424.02
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MINOT EITOIS....eiiiiiiiiiiiie e 2427
Miscellaneous requirements, information..... 2424.03
Notice t0 COMPIY...cccvveriiiiiiiiieiiee e 2421.03
Nucleotide definition............cccccevvviiiennnnnnn. 2422.01
Numbering of sequences............cccceeuveeenen. 2423.02
Numeric identifiers.........c.ccooveenneen. 2424, 2424.02
Official copy of sequence listing.................. 2422.04
Patentin information...............ccccovcveens 1730, 2430
Presumptions regarding compliance........... 2422.08
Previously filed identical computer readable form,
transfer request...........eeeeeviiii s 2422.05
Replacement of sequence listing and computer
readable form..........cccocoveriiennienns 2422.07, 2426
Sample sequence listing..........cccevvveeriieeenneen. 2431
Sanctions for failure to comply...........c......... 2422.07
Sequence identifier requirement.................. 2422.01
Sequence listing requirement...................... 2422.01

Patent Cooperation Treaty (PCT)..... 1823.02

1848, 2422, 2422.03(a), 2430
Sequence presentation.............ccccceeeeeiineeen. 2423.03

Sequences embedded in application text.... 2422.01
2423.02

Sequences in drawings..........cccocevveeeeeeennnnn. 2422.02
Sequence listing transfer request................ 2422.05
Statement regarding content of paper and computer
readable copies................ 502.05, 2422.06, 2428
Statement regarding new matter..... 2422.07, 2428
Summary of requirements...............cccueeenn.. 2421.02
Variants of a presented sequence 2422.01
Voluntary compliance..........cccccceeeeviivieneenn. 2422.01
WIPO Standard ST. 25, Appendix 2 Tables
Reproduced..........ooocvveeveeiiiiiiiee e 2422
Cited....ooovveeeiiiieiienn, 2422.01, 2423, 2423.01
Sequences, restriction..............cccueeeee.. 803.04, 2434
SEIES COUBS.....covvvitieeeee e 503
Series of dependent claims............ccccceeeens 608.01(n)
Series, Patent (See also: Patent )

Service, proof of, in a petition for access
Service of citation in patent............cccceeeeeviiveeennn.
Service of court papers on Director.....................

Service of patent owner statement on requestor in ex
parte reexamination.............ccccceeeenns 2249, 2266.03

Service of papers in inter partes reexamination.....

2666.06
Certificate Of......cccccociiiiiiiiieeeeee, 2666.06
Proof of service............... 2666.06, 2666.50, 2667
To patent OWNer.....cccccccvveeeeeeeenninnn, 2654, 2666.05
To third party requestor........ 2654, 2666, 2666.05
Shift of election..........cccccviiiii e 819

Index-99

Sec. No.

Shoes (See also: _Search )......ccccocvvevvveeeinnenn. 901.07
Shortened statutory period (See also: Period for reply
Statutory period ).......cccceeevvereennns 710.02, 710.02(b)
Appeal.......ccoeniiiiieniens 1205, 1214.06, 1215.04
Date of abandonment...........ccccocveeenieeenne 711.04(a)
Drawings.......c.coeeveeereeeeeanas 608.02(p), _608.02(x)
Extension of time................. 710.02(e), 1002.02(c)

Final rejection..... 706.07, 706.07(b), 706.07(f),

706.07(q), 714.13
Informal application...........ccccooeeeeviieeninnenne 702.01
Information disclosure statement.............. 609.04(b)
QUAYIE.....eeiee 714.14
Reexamination, ex parte .... 2250.01, 2263, 2265,
2272, 2273, 2285 2286
Time limits compared.............occeeeeeinnnnen. 710.02(d)
Signatory Authority, Full...........cccccceiiiiiiiiees 1004
Signatory Authority, Partial............cccccovneeinneenn. 1005
Signature
Alteration in specification signed.................. 608.01
AMENAMENL.....iiiiiiiiiiieee e 714.01

Signature improper..... 714.01(a), 714.01(c).
714.01(d)
Signature missing........cceevcvvvevieeeenneeens 714.01(a)

Signed by applicant, not by attorney of record.....
714.01(d)

Signed by attorney not of record........... 403.01(b)
APPlICANT.......eiiiee e 602.08(b)
Applicant changes name................ 201.03, 605.01
Applicant, international application................... 1820
Applicant unable to write............ccoccveeee. 602.08(b)
Application Papers.........ccoccvveveeeiiiiinieeeeens 602.08(b)
Attorney or agent not of record..................... 402.03
Certification, effect of................. 401, 402.03, 410
Continued prosecution application............ 201.06(d)
Correction of name.........ccceeeeiiiiiieeneeniins 602.08(b)
Express abandonment..............c.......... 711, 711.01
Facsimile........... 502.01, 502.02, 505, 511, 512
Full, first or middle name............cccceeeeeene... 602.08(b)
Required on every paper..................... 402, 402.03
Title With....ccoooiiiii 602.08(b)

Uniformity with name 602.08(b)
Signing, continued prosecution application... 201.06(d)
Signing examiner’s letter..... 706.07, 707.08, _707.09

Signing file wrapper..........cocooieiiiieeie 1302.13
Simulated tests in the specification.............. 608.01(p)
Simultaneous issue of patents.............ccc....... 1306.02
Single means claim.........c.cccceevee.e 2164.08(a), 2181
Size of paper (See also: _A4 size paper _Paper size )
Sketch of subject matter of claims............... 904.01(a)
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Small BUSINESS ACt......cccuviieieiiereiieseeie s 509.02 Species..... 806.01, 806.04, 806.04(b), 806.04(d),

Small Business Administration......................... 509.02 806.04(e), 806.04(f), 806.04(h), B806.04(),

Small entity status (See also: Fee ) 808.01(a). -809.02(a)
Change of status Anticipation by a generic chemical formula.. 2131.02
Claiming Status.........cccoeviieriieiienieeseeeeee . Anticipation of a genus by the species........ 2131.02
Correcting status Cancellation of species claims....... 821.01, 821.02
DEfinition. ..o . Claims restricted t0.........ccccovvvrivieneenneen 806.04(e)
Established in parent application............... 201.06(c) Election of (See also: _Election of species )
FES o oveeeeeeeeeeeee oo eeeee e eeee e 509.02 HOW recognized............coooovvvvviiisinvinics -806.04(f)
Government organizations................c............ 509.02 Independent inventions.............. 802.01. 808.01(a)
IMPrOPET PAYMENE.........rereeeeeeeseeeeeeeeeeseeeeee 509.03 Mutually exclusive characteristics.............. 806.04(f)
Independent iNVENtOT...............o...cooovvvve... . 509.02 ODbVIioUSNESS Of....oeveiiiiiiiiiieieec e 2144.08
Maintenance fees...... 509.03. 2515, 2531. 2550 Patentably distinCt..........ccccovvviiviieniiiennns 806.04(h)
Nonprofit organization.................... 509.02. 509.03 Patentability over genus............cccccceeeennee 806.04(h)
REFUNG.ooereeeeeeeeeeeeeeeeeeeeeeeeeeeeeee 509.03, 607.02 PlUralccoccsssssssssererses 706.03(k). 806.04. 808.01(a)
Small business concern 509.02 REISSUE......eiiiiiiiiiitie e 1450
Statement verified 509.03 REJECtioN......ccvveieeviieeiee e 806.04(h), 2131.02
Transfer of invention rights..... 509.02. 509.04(a), Related........voviviiieiieee e 806.04(b)
509.04(b) Withdrawal of species claim........... 821.01, 821.02

Solicitor's Office (See also: _ Office of Solicitor ) Specification (See also: Disclosure ).... 608.01, 2161

Sources of information to disclose.................. 2001.06 Amendment, manner of making......................... 714

Special application.............ccccccoveeen.... 708to 708.03 AIrangement.........ooovueeeeeeenniiieeee e 608.01(a)
Accelerated examination............cc.c..e.eveveennnn. 708.02 Background of the invention...................... 608.01(c)
Allowable application, except for form..... 707.07(j). Best mode (See also: Best mode ).................. 2165
710.02(b), 714.14 1301 Brief description of drawings...................... 608.01(f)
Appealed application.............ccceeeeiiriiiienennens 1204 Brief summary of invention....................... 608.01(d)
Applicant’s age, health.............. 708.02, 1002.02(s) British English spellings in.........cccccoevveenneenn. 608.01
(O 1 (o7 =) S PP 1002.02(s) British provisional and complete.................... 214.03
Counter-terrorism inventions..... 708.02, 1002.02(s) Changes prior to filing.........cccccouve. 601.01, 608.01
ENEIQY...oeeiiiiie it 708.02 Completeness..... 608.01(p), 2161, 2163to 2165
Environmental Quality Program............... 1002.02(s) Computer liStS.......ccvvveeeiiiiiieee e, 608.05
Five year pendency.........cccocceeeniiiciieeininnn. 707.02 Confused by amendments....... 608.01(g). 1302.02
HIV/AIDS... ..ot 1002.02(s) Content Of......coveeiiiiie e 608.01(a)
Infringement.............cccoeveeeis 708.02, _1002.02(s) Continued prosecution application............ 201.06(d)
LISt et e 708.01 CopYrights IN.....ooiiiiee e 1512
Manufacture.........ccccceeieiiinnenn. 708.02, 1002.02(s) Correction by examiner's amendment..... 1302.04 to
Patent printing Priofity...........ocoeeeeeeeeeeennn. 1309 1302.04(g)

Petition to make............cc......... 708.02, 1002.02(s) Correction by initialing...........c.cccoocevenn. 1302.04
Reexamination Cross-noting of related applications............ 1302.04

EX PAIME v e eeeeeeeeeeeeeneneeens 2261 Defines claim term............ccoooviiinin, 211101

INEEF PAMES ..o 2661 Derogatory remarks prohibited.................. 608.01(r)
Reissue application....................... 706.03(x), 1442 Description................... 608.01(g), 2163, 2163.02
Remanded by Board...........c.cccooveveerrevnennnnn. 708.01 Design application.............cooeenniiinins 1503.01
Revived applications..............cc.cccoevee.... 711.03(c) Detailed description of invention............... 608.01(q)

Special examining procedure..................c........ 708.02 Enablement (See also: _Enablement ).............. 2164

Special Program Examiner (SPRE)..... 103, 1415.01 English l[anguage...........cccovveviiiiiiiieneeeiine, 608.01

1825 1845.01 1851 Facsimile transmission...........cccccvevvveieennnns 608.01
Petitions decided.........c.ccoocieiiiiiiiiiiinnnn. 1002.02(s) FON. e 608.01
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Sec. No. Sec. No.
FOMMAL........cooeeeeeeeereeeeeeeeeeeseeeereeseenienans 608.01(a) Status iNQUIres. ..., 102, 203.08
Mustrations iN..eeeeeeeeeeeee .. 608.01 Congressional.........cccooveieeeieiiiiiieeee e 203.08(a)
Incorporation by reference 2163.07 Maintenance fees........coovviviiereee e 2570
Interlineation prior to filing............cc.ccocouu..... 608.01 White House :
Language faulty...........cccccou....... 608.01. 608.01(q) Status letter.......oovveeiieeeeee e
MISSING PAGES.....eeeeeeereereeeeeeeeeeeeeeeeeseeees 601.01(d) Status letter database..........ccccooiieeriiiiiiiinnenn. 203.08
New matter................ 608.04, 706.03(0), 2163.06 Status of application...............ccccooiiiins 102, 203
Omitted PAgES........oveeeeeeerereenenn. 217, 601.01(d) Abandoned..........cceceviiiiie i 203.05
Paragraph numbering....... 608.01, 608.01(q), 714 Allowed Or INISSUE........cceveiiiiiiieeeiiiiieeeae s 203.04
PAIS.....voevoceeeeeeeeeseeeeeseesseereeseesesseneeneenees 608.01(a) AMENded........covviiii 203.03
Provisional application...............c.cccocoo..... 601.01(b) INCOMPIELE. ...t 203.06
Reference characters corrected..........ooin.... 1302.04 NEW. .. 203.01
Reissue application............c.ccc.cevereeerrvrrennnne. 1411 Parent patent application................. 102, 211.01(b)
REQUIrEMENtS FOF.......v.ovoveeeeeeeeeeeeeeeeeeees 2161 Priority ClaimsS........cooveeiiiiieiiiie e 102
REIUIM. .ot ereee et en s 608.01 Published application................cccocoiiin, 1128
REWHITE N oo 1302.02 Referred to in foreign patent..............ccccoceveneenn 102
SIGNALUIE. ... 602.08(b) Rejected. ..o, 203.02
Substitute, amendment including..... 714.19, 714.20 Statute of limitations
Substitute specification..... 608.01(q), 714.19, Citation of Prior art..........ccceeeeeerereieneeeneeereenen, 2204
714.20 Term of biological material deposit................... 2408
Pre-Grant Publication.................... 502.05, 1120 Time for requesting ex parte reexamination..... 2211
Summary of invention...........ccccceevvveennee. 608.01(d) Statutes
Table submission on compact disc or via EFS-Web Atomic Energy Act Cited.. 120, 140, 150, 706.03,
as ASCII text file.........ccoee.e 608.05(b), 2422.03(a) 706.03(a) to 706.03(b)
Terminology basis for claims..... 608.01(0), 2163.07 Freedom of Information Act................. 1002.02(k)(2)
Title of INVeNtioN........ccccoevieiiiiiee e, 606 Public Law 96-517................. 509.02, 2201, 2209
Title of invention changed.... ... 606.01 Public Law 97-247....... 509.02, 509.03, 711.03(c)
Trademarks iN......ccoocvveiieeeree e 1512 Public Law 98-622.............cccovvernnnn. 706.02(k), 804
Transfer to another application................... 608.01(t) Public Law 103-182.......ccccvviieeiiiiiiieeeeeiiiieeeeene 715
Written description (See also: Written description ).... Public Law 103-465..... 706.07(g), _707.05, 715,
2163 715.07(c), 803.03, 804.02, 2132, 2138.02
Specimen, Composition of matter................... 608.03 Public Law 106-113..... 706.02(k), 706.02(1)(1),
Specimen, Handling.........cceeeveveveveveveeeennnn. 608.03(a) 2201, 2273 2279, 2601
Specimen, Plant application............cccccoevvrvnen. 1607 Public Law 107-273 Cited... 706.02(f)(1). 706.02(K),
Stamp 706.07(a), 2201, 2242, 2258.01, 2273, 2279,
Office date..... 502, 505, 506, 710.01(a), 714.18 ML . 2642 -2683
Statement applying the prior art in an ex parte Public Law 108-453 Cited... 706.02(k), _706.02(1)(1),
reeXamination..........cocereerereenierie e 2217 706'92“)(3)' 80_4'03’ 2186.0L, 2146
Statement, Examiner's (See also: Action ) Public Law 112-29 Cited..... 210, 509.02, 509.04,
’ — 607, 2105, 2106, 2124.01, 2150, 2151, 2165,
Statement by inventors when changing inventorship..... 2201, 2279, 2601, 2602, 2801
2D1.03 , o Public Law 112-211
Statement by owner |r1_ ex parte reexamination... 2249 Revised Statute of..........
Statement of _allowa.blllty by Boarq ...... e - 1213.01 5 U.S.C. 552(8)......eveoooooooooeeeeeeeeeeeereeee
Statement of invention, coextensive with claims..... 5 U.S.C. 6103(a) Cited........ccevveerveerirrreeenn. 710.05
608.01(d)
Statement of invention, reviewed on allowance..... 7 U.S.C.2321........ s 1612
1302.01 10 U.S.C. 140(C) Cited.....ccevrrriirerireiiieiieenieens 120
Statement, Prior art (See also: Prior art).... 201.06(d), 15 U.S.C.15(b) CHed........oovvvmmmrrsssssssisneees 101
609 15 U.S.C. 1127 Cited......cocovereririereeenee, 608.01(v)
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Sec. No.
17 U.S.C. 401 Cited.......coovvrrieririiiecnirceieenine 1512
17 U.S.C. 909 Cited.........ccue.. 608.01, 608.01(w)
18 U.S.C. 1001
Cited.... 402.03, 410, 602.01, 602.01(a), 604,
715.04 716.02(g) 2428
Reproduced..........oooveeeiiiiiiiiieeee e 602
18 U.S.C. 1905 Cited........oevrvreiririeeiiiie e 101
18 U.S.C. 2071 Reproduced..........cccccvveeerenennne 101
18 U.S.C. 2331 708.02
20 U.S.C. 1000 Cited.......cevevrrreerireeririeennne. 509.02
26 U.S.C. 501 Cited......cccoovverreerrieiieineeneens 509.02
28 U.S.C. 1745 Cited......cccovenveiieeiieiieeieee 901.05
28 U.S.C. 1746
Cited....eeiiii e 602
35 U.S.C. 2 Reproduced...........ccouveeeriniuiieenannn. 1001
35 U.S.C. 3 Reproduced...........cccuveeeeeniinieneennne 1001
35 U.S.C. 4 Reproduced..........ccceeevveeeniineennnnn. 1702
35 U.S.C. 6 Reproduced...........ccoeeeeiiniieenennnn. 1202
35 U.S.C. 7 Reproduced............ccoecuveernnnnn. 901.06(a)
35 U.S.C. 8 Reproduced..........cccceevueeeanneennns 903.01
35 U.S.C. 21 Reproduced.......... 511, 513, 710.05
35 U.S.C. 22 Reproduced.........c.cccueervnreennne 608.01
35 U.S.C. 25 Reproduced..........ccoovveeeiiinnnieeenns 602
35 U.S.C. 26 Reproduced..........ccccceeeviiiiereeannnee 602
35 U.S.C. 27 Reproduced... 711.03(c), 2268, 2668
35 U.S.C. 41 Reproduced......... 2268, 2501, 2668
35 U.S.C. 42 Reproduced.........c.cccceerrurnnnennn. 607.02
35 U.S.C. 100 Reproduced..........cccceeevivviereannnne 701
35 U.S.C. 101 Reproduced..... 201, 701, 804,
2107.01
35 U.S.C. 102 (pre-AlA) Reproduced..... 706.02

1504.02, 2132, 2133, 2133.03(c), 2134, 2135,
2136, 2137, 2138, 2217, 2258, 2301.01

35 U.S.C. 102 Reproduced................... 2152, 2156
35 U.S.C. 102(e), former Reproduced......... 2136.03
35 U.S.C. 103 (pre-AlA) Reproduced.... 2141, 2146

35 U.S.C. 103 Reproduced..... 706.02, 706.02(1),
706.02(1)(1), _706.02(n), 804.03, 1504.03, 2141

35 U.S.C. 104 Reproduced....... 715.07(c), 2301.01
35 U.S.C. 111 (pre-AlA) Reproduced............ 201.04
35 U.S.C. 111 pre-PLT (AIA) Reproduced.......... 601
35 U.S.C. 111 Reproduced........ 201, 201.04, 601
35 U.S.C. 112 (pre-AlA) Reproduced.... 2161, 2171
35 U.S.C. 112 Reproduced... 1504.04, 2161, 2171

Sec. No.
35 U.S.C. 116 (pre-AlA) Reproduced..... 409.03
602.09
35 U.S.C. 116 Reproduced............ccceeevuvneee. 602.09
35 U.S.C. 117 Reproduced..... 409.01(a), 409.01(b)
35 U.S.C. 118 (pre-AlA) Reproduced............ 409.03
35 U.S.C. 118 Reproduced...........cccceeruveereennnne 308
35 U.S.C. 119 Reproduced............c..ccouuue. 211, 213
35 U.S.C. 120 Reproduced...........ccceerveeenineanns 211
35 U.S.C. 121 Reproduced...........cc..cc.u.ee 802, 804
35 U.S.C. 122 Reproduced..... 101, 1120, 1122,
1123, 1124 1132 1134
35 U.S.C. 131 Reproduced...........cccceerveeeniuneens 701

35 U.S.C. 132 Reproduced.... 706.03(0), _706.07(h),
2304.04(b)

35 U.S.C. 113 Reproduced..........cccceeeeeennneee. 608.02
35 U.S.C. 114 Reproduced..........ccccceevuvueeennn. 608.03
35 U.S.C. 115 (pre-AlA) Reproduced........ 602.01(b)
35 U.S.C. 115 Reproduced...........ccceeeennee 602.01(a)
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35 U.S.C. 133 Reproduced......... 710, 2268, 2668
35 U.S.C. 134 Reproduced............ccceerueeernnennn 1204
35 U.S.C. 135 Reproduced...........cc.ccceuuueeee. 2301.01
35 U.S.C. 141 Reproduced................... 1216, 2683
35 U.S.C. 142 Reproduced.............ccceevuneen. 1216.01
35 U.S.C. 143 Reproduced...........c..ccceuuuee.. 1216.01
35 U.S.C. 144 Reproduced.............ccceevneeen. 1216.01
35 U.S.C. 145 Reproduced............ccceevvveennnnn. 1216
35 U.S.C. 146 Reproduced............ccceeevuvrennnnn. 1216
35 U.S.C. 152 Reproduced...........cccceevvvrereennnnnne 307
35 U.S.C. 153 Reproduced...........ccccceevvuvvnnennnn. 1309
35 U.S.C. 154 Reproduced...........ccceeeruvreneannn. 2701
35 U.S.C. 154, former, Reproduced.................. 2720
35 U.S.C. 156 Reproduced.. 2751, 2752, 2755.01,
2758, 2759
35 U.S.C. 161 Reproduced..................... 201, 1601
35 U.S.C. 162 Reproduced..................... 804, 1605
35 U.S.C. 163 Reproduced...........ccccccevvuvrnnnennn. 1601
35 U.S.C. 164 Reproduced...........cccceeevuvreneennn. 1609
35 U.S.C. 171 Reproduced..... 201, 1501, 1504.01
35 U.S.C. 172 Reproduced......... 1504.02, 1504.10
35 U.S.C. 173 Reproduced................... 1505, 2950
35 U.S.C. 181 Reproduced...........cccceevvvrereennnnne 115
35 U.S.C. 182 Reproduced.............ccuue.ee... 706.03(s)
35 U.S.C. 184 Reproduced.............. 140, 706.03(s)
35 U.S.C. 185 Reproduced.............. 140, 706.03(s)
35 U.S.C. 186 Reproduced...........c...coecuvvereeennne 140
35 U.S.C. 187 Reproduced...........cccceevuveeeeennnne 140
35 U.S.C. 188 Reproduced...........ccceerveeeriinrenns 140
35 U.S.C. 251 Reproduced.. 1401, 1403, 1410.01,
1412.03, 1451
35 U.S.C. 252 Reproduced...........ccceeevuvreneennn. 1460
35 U.S.C. 253 Reproduced............ccceeruveernnen. 1490
35 U.S.C. 254 Reproduced..........cccccceevrvrennnnn. 1480
35 U.S.C. 255 Reproduced...........cccceeevuvveneennn. 1481
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Sec. No.
35 U.S.C. 256 Reproduced.............coccuveeeee. 1481.02
35 U.S.C. 257 Reproduced...........cccceevuvveeneannn. 2802
35 U.S.C. 261 Reproduced..........cccceeevrvrvereennnns 301
35 U.S.C. 262 Reproduced..........ccceevruvereneeeennne 301
35 U.S.C. 267 Reproduced...........cccceevivreeeeennnne 710
35 U.S.C. 293 Reproduced...........cccceevvrennne 302.04
35 U.S.C. 294 Reproduced..........c.cccveviuveeenuenanns 311
35 U.S.C. 301 Reproduced..........cccceeerurreenennnne 2202
35 U.S.C. 302 Reproduced..........cccceeveuvveenennns 2210
35 U.S.C. 303 Reproduced.........c.ccceeevuveennnen. 2240
35 U.S.C. 304 Reproduced.........ccccceeeiurreenennnn. 2246
35 U.S.C. 305 Reproduced................... 2254, 2261
35 U.S.C. 306 Reproduced................... 1216, 2273
35 U.S.C. 307 Reproduced................... 2288, 2293
35 U.S.C. 312 (In effect for requests filed prior to
September 16, 2011) Reproduced................... 2640
35 U.S.C. 312 Reproduced.........c.ccceeeriunrennnnen. 2640
35 U.S.C. 313 Reproduced..........ccccceerurreenannnne 2646
35 U.S.C. 314 Reproduced... 2654, 2661, 2686.04
35 U.S.C. 315 Reproduced.........c.cceeeriuviennnnen. 2674
35 U.S.C. 316 Reproduced................... 2688, 2693
35 U.S.C. 317 Reproduced............ccceevveeene 2686.04
35 U.S.C. 318 Reproduced...............ccneeee. 2686.04
35 U.S.C. 361 Reproduced..........ccccceevurreenennnne 1805
35 U.S.C. 362 Reproduced..........cccceeevuvreenennnne 1840
35 U.S.C. 363 Reproduced................ 201.01, 1810
35 U.S.C. 365 Reproduced...........cc.ccecuuueeennn. 213.06
35 U.S.C. 371 Reproduced............ccceevverene 1893.01
35 U.S.C. 373 Reproduced..........cccccveeeeevnnnnn... 1810
35 U.S.C. 374 Reproduced..........ccccceerurveenennnn. 1857
35 U.S.C. 381 reproduced........c.cceoevveveeeeennnne. 2908
35 U.S.C. 382, reproduced..............ccuveeee.. 2905.01
35 U.S.C 383 Reproduced...........cceeveerivnnnennn. 2909
35 U.S.C. 384, reproduced................... 2908, 2914
35 U.S.C. 386 Reproduced..... 2920.05(d),
2920.05(e)
35 U.S.C. 387 Reproduced...........cccceevurreenennnne 2913
35 U.S.C. 389 Reproduced... 2920, 2920.05, 2950
42 U.S.C. 141 Cited......ccoveveririeirieiric e 120
42 U.S.C. 181 Cited......ccuverurririenreniie e 120
42 U.S.C. 2182 Reproduced...........ccccovveeenierenns 150
51 U.S.C. 20135 Reproduced............ccccuvvvreeennne 150
Statutory authority of Director.............cccceeeeennnne 1001
Statutory bar..... 706.02(a), 2133 to 2133.03(e)(7).
2152
Foreign application..........c.cccoecvvveeeiiiinnnenn. 1504.02
OVEICOMING....ueiiieeee it et 706.02(b)
Rule 1.131 not available........................... 715, 718
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Sec. No.
Statutory classes of invention, utility............ 706.03(a)
Statutory disclaimer (See also: Disclaimer _Terminal
disclaimer )
Statutory Invention Registration (SIR)..... 409.03(j),
1100
Defensive publication compared.................... 711.06
EffeCt Of..vviieiie e 1111
Publication Of.........ccccoiiiiiii e 1111
Rejections using......ccccceeevciveeeeeninns 901.02, 2136
Statutory period (See also: Period for reply: Shortened
statutory period ).......c..cecveveunnee. 710.01, 710.01(a)
Abandonment for failure to reply..... 711.02
711.02(a)
APPEAL.....iiiii e 1205
Broadening claims in a reissue application... 1412.03
COMPULE...ceeiiiiiiiiieee e 710.01(a)
Date from which period runs............ccccceenee. 710.06
Date of abandonment............cccocvevverineenns 711.04(a)
Full statutory period..........cocceeeeeeiniiiienee e 130
Not extendible..........ccccvevriiiiiiiiciniiee 710.02(e)
Postal service emergency........cccocceeeeevivveneeesinns 511
Property rights statement.............cccccooiiieeeeenn. 150
Reexamination, ex parte .........cccceeeunee 2265, 2272
Reexamination, inter partes ................ 2662, 2665
Secrecy order application...........ccccceeeviciiereennnes 130
Shortened statutory period (See also: _Shortened
statutory period )
Two periods for reply set............ 710.04, 710.04(a)
Stay of reexamination
Ex parte ..... 2283, 2284, 2285, 2286, 2286.01
Inter partes .....cccceeeeeeeiiiiiiiins 2686.03, 2686.04
Stay of reiSsue.......coocceevieiiiiieeeee 1442.02, 2285
Stockholm Revision, Paris Convention (See also:
Treaties )..coceeveereeeeiie e 213, 213.01, 213.05
Strasbourg Agreement (See also: Treaties)......... 906
STIC (See also: _Scientific and Technical Information
Center (STIC) )eueeeeeeeiiieeie et 1730
Subcombination
Aggregation and............cccceeeeeiiiiereee e, 806.05(a)
Combination and...........cccveveeiiiiiiiieneeniieeee, 802.01
SPECIES. .ottt 806.04(b)
Subgeneric Markush claims....................... 2173.05(h)
Subject matter, design patent............. 1502, 1504.01
Subject matter, nonstatutory............ccccoueee. 706.03(a)
Subject matter combinations........................ 903.02(b)
Submission of amendment or showing of facts after
Board decCiSion...........cccoovviiiiiiiiiiiieee e 1214.01
Submission of patents or publications, third party.....
1134.01
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Submission to classification unit — Suspension

Sec. No.

Submission to classification unit

Classification of application..... _903.08(d), 903.08(e)

Patentability report..........ccccooecieriiiniiinenn. 705.01(a)
Submission of prior art by applicant............. 707.05(b)
Submission of information by applicant..... 704.12(b),
704.14(b), 707.05(b)
Subpoena by court, Application file................ 1216.02
Subpoena of examiner..........c.coceeviveeenineennne 1701.01

Substantial new  question of patentability

In ex parte reexamination..... 2201, 2214, 2216,
2240, 2242, 2244, 2246, 2247, 2258, 2258.01,

2809.01 2816
In inter partes reexamination............... 2640, 2642
Substitute application (See also: __ Application )
ASSIGNMENT..... e 306
Does not carry ownership from parent............... 306
File wrapper/history notation............ccccccceevvveenn. 202
Substitute attorney or agent..........ccccceeeeiiiieeeeenn. 406
Substitute 0ath...........cccoviiiiiiie e 602.02
Substitute Page.......ccocveereereniieeiice e 714.20

Substitute specification.. 608.01, 608.01(q), 714.19,
714.20

Amendment incorporating..... 714, 714.19, 714.20

New matter........ccoocvviiiiiiiiiiee e 608.01(q)
Sufficiency of disclosure affidavit............ 716, 716.09
‘Sufficient cause’ for extension of time in ex parte
rEEeXamMINALION............oevviiieee e 2265
‘Sufficient cause’ for extension of time in inter partes
reexamination..........cc.cveveereienie s 2665
Suggested claims, Failure to make.............. 706.03(u)

Suggestion of allowable claims by examiner.....
707.07(j), 713.01
Suggestion of claims for interference..... 2304.03 to
2304.04(b)

Suggestion of claims for interference, time limit.....

710.02(c)

Summary of action PTOL-326...........ccccovveeevinnnenne 707
Summary of interview...........ccceeeeenn. 713.01, 713.04
Summary of invention............cccccceeiniineen. 608.01(d)

Sunday or holiday, effect on time for reply..... 502
502.01, 502.05, 505, 506.02, 510, 513, 710.05

Sunday or holiday, effect on reference..... 706.02(a)(2)
Supervisory applications examiner................... 714.13

Supervisory patent examiner... 705.01, 707, 707.02,
708.03, 713.08, 714.05, 714.13, 714.16, 714.16(d),
714.16(e), 812.01, 903.08(b), 1207, 1207.01,

1207.02, 1207.03, 1211.01, 1214.07
Petitions decided by..........cccccoeeiiinieennns 1002.02(d)

Supervisory patent reexamination specialist.. 2212.01
2227, 2233, 2236, 2237, 2240, 2246, 2248,
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Sec. No.

2265, 2267, 2270, 2274, 2281, 2283, 2285,
2286, 2286.01, 2287, 2289, 2294, 2295, 2636,
2640, 2646, 2648, 2664, 2665, 2667, 2670,
2671, 2671.02, 2673.02, 2676, 2677, 2682,
2686.01, 2686.03, 2686.04, 2686.05, 2687,

2687.01 2689
Supervisory review, Rule 1 181.................... 711.03(d)
Supplemental action............cccccceeeeee 710.06, 714.05
Supplemental Amendment............ccccceeennee. 714.03(a)
Supplemental Application Data Sheet (ADS).... 601.05
Supplemental Examination............ccccccceeeeiinneen. 2800
Assignment Of ..., 2822
Consideration of request............. 2816.01, 2816.02
Contents of determination................cccce..... 2816.03
Contents of request...........cceenee. 2811to 2811.02
Correspondence address........ 502, 502.05, 2805
Ex parte reexamination ordered................. 2816.04
FEES..ciiiiiie i 509.01, 2810, 2810.01
Filing date ... 2812.01
Format of Papers......ccccoecueieeeiiiiiiiee e 2807
Handling of papers other than a request.......... 2813
HOW 1O file. .o 2806
Inquiries from persons other than patent owner.....
2803.01 2813
Item of information relied upon in the request... 2809
[T o= PO P U 2821
MUIEIPIE. .. 2821
Procedures after conclusion............cccceeeeeeennn. 2818
Public acCess t0.......cccoovvivviiiiciicicec, 2803.02
Representative of patent owner....... 2804, 2804.01
Time for filing.......ccoovveiiii e 2808
Who may file.......cooooviieiiiiiiie e, 2803

Supplemental Examination Certificate.... 2802, 2817,
2817.01 2818.02
Substitute examiner’s answer..... 1207.05, 1211
1211.01

Supplemental oath or declaration.......................... 603
After allowance...........cccccoovineneenn. 603.01, 714.16
REISSUE.....eueeeeiieieeiiieieeee e, 1414.03, 1451

Surface ornamentation..... 1502, 1502.01, 1503.02,

1504.01, 1504.01(a), 1504.01(c), 1504.03

Surrender of patent (not required)....................... 1416

Suspension
Applicant’s request for..........cccoevvierieiiiiiiineee i, 709
Decided by........ccccccvvevnennn. 709, 1002.02(c), 1004
Deferral of examination.............cccceevevieieeeiinneee. 709
Ex parte prosecution during interference..... 2307.03
Not permitted if outstanding Office action........... 709
Of action, because of litigation.............cccccueee.. 1213
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Suspension — Testamentary, Letters

Sec. No.

Of action, by Office........cceeiiiiiiiiie
Overlapping application
Reexamination
EX parte ....ccccoeeviirieneiinenn, 2283, 2284, 2285
Inter partes .......cccccevvvvvinieeeenennn. 2640, 2686.01

Secrecy order application
Supplemental Reply........ccccoeviiieiiiieiiieeiiieeee

Swearing back of reference (See also: Affidavit or prior
invention to overcome a pre-AlA 35 U.S.C. 102 or 103

Sec. No.
DIVISIONAL......oiiiiiieiiiieece e 201.06
Extension under 35 U.S.C. 156
FDA regulatory review and............ 2750 to 2758
Deadline...........cccccueenee. 2754.01to 2754.03
Duty of disclosure and............cccccueeeennn. 2762
Interim extension.............. 2755.01, 2755.02
Specific Products
Animal drugs........... 2750, 2751, 2758
Antibiotic drugs............c....... 2751, 2758
Color additives ........ 2750, 2751,
2754.01 2758
Food additives.... 2750, 2751, 2754.01,
2758
Medical devices..... 2750, 2751, 2753,
2758
Veterinary Biological Products..... 2750,
2751 2756 2758
Third party papers.......cccocceeeiiiieeneeninnne 2736
Withdrawal.............ooovvvvvvivnnennnn.. 2761, 2764
USPTO delays and...........cccccoecvvveeeeeiiinneennn. 2710
FOr@IgN. ...eeiieieeiee e 901.05
Transitional practice.................... 706.07(g), _803.03
U .o 2701
Terminal disclaimer (See also: Disclaimer )........ 1490
Avoiding double patenting rejection..... 706.02(k)
706.02(1)(3), 804.02, 806.04(i), 1490
Certificate of correction and.................. 2701, 2720
Continued Prosecution Application (CPA)........ 1490
Continuing applications............cccceveviieeinineene 1490

Copending applications procedure
Informal MEemMO......ccvveveiiiei s

Request for Continued Examination (RCE)...... 1490
REISSUE.......vveeeiiiiiiieeciie, 1410.02, 1451, 1490
Required for revival...........ccccccoeiiiiieennis 711.03(c)
ROULING...ceiiee e 1490
Signature in.........ccc.c...... 402.03, 403.01(a), 1490

Situations where not applicable
Withdrawal Of..........ccccvviiiiiiiiiieee

rejection(37 CER 1.131) )
Symbols, Drawing..........ccceeecveerieeeiiieeeniineennne 608.02
T
Tables submitted on compact disc or via EFS-Web as
ASCII text file......... 608.05(b), 2422.03, 2422.03(a)
Technical documents...........ccoccoeeeeeiiiinenenn. 901.06(a)
Technical rejections.........ccccceevieeeiniieenieee e, 706.02
Technology Center Director (See also: Director of
Technology Center )
Technology Center Working Group 3640 (security
(0] 7010]0) FRTERRROR R 121, 130, 1002.02(c)(1)
Telephone call, multiplicity rejection........... 2173.05(n)
Telephone NUMDBErS.........cooiiieiieiiiieec e, 1730
P\ 1 (o] 1 1)/ 408, 713.01, 714.01
EXamMINer........coooiiiiiiiiieieiiiee e 707.08
General information...........cccceevveeeviiee e, 1730
Telephoning of attorney to examiner...... 408, 713.01
Term, Patent..........cccooeeeiiiiiiiiiiiieeeeennnn. 707.05, 2701
Adjustment of.... 2701, 2710, 2730, 2731, 2732,
2733, 2734 2736
Determination Of..........ccccooviiiiiiiiiiiis 2733
Due care ShOWINg........cccovveeriieeiiieeenieeeae 2734
Grounds for.......cocoeveiiieeeiiiee e 2730
Period Of.....c.eeeieiii e 2731
Reductions t0......ccceeeeeeiiiiiiiiceee e, 2732
Request for reconsideration or reinstatement.....
2730, 2732 2734
Third party Papers......cccceeeeeeiiiiieeieeneiiien 2736
Continued prosecution application.................... 2701
Deposit of biological material..............cccveeeen. 2408
Design.....ccooiiiiieee 1502.01, 1505

Index-105

Terminology in application..... 608.01(g), 608.01(0),
706.03(d), 1302.01
Termination of proceedings..... 211.01(a), 211.01(b),
711.02(c)

Ex parte reexamination..... 2265, 2266.01, 2268,

2271, 2281, 2285, 2286.01, 2294

Inter partes reexamination..............ccccveeeeeennee. 2694
TESS (Trademark Electronic Search System)..... 1703
Test COMMENTS....coeviiiiiiiiiiieieiee e 707.07(1)
Testamentary, Letters (See also: _Administrator or
EXECULOT )urviiiiiiiiiie e e et e e e srre e 409.01(b)
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Testimony, examiner — Transfer of specification prohibited

Sec. No.
Testimony, eXaminer........c.ccccvveeeiiiiiieeeeeeiinns 1701.01
Tests, comparative (See also: Affidavits, traversing
rejections (37 CFR 1.132) )
Third action Cases............ceeeeeeeccicvnvininnrinnneenens 707.02

Third party reply in inter partes reexamination (See also:
Reexamination, Inter partes: Response by third party )

Third party requestor (See also: Reexamination, Inter

partes: Response by third party )
Third party submissions/inquiries/correspondence in

published applications........................ 1134, 1134.01
Time and Activity Report.........ccccceevveeen. 1704, 1705

Time for claiming benefit of earlier application.. 211.03
Time for deciding Director initiated reexamination.....

2211 2239
Time for deciding reexamination request............. 2241

Time for filing papers, right of priority..... 214.01

215.02 215.03
Time for filing petitions..........ccccooiiiiiiiiiieee 1002
Time for requesting reexamination

EX parte .....cccooiiiieieeeeeeen 2210, 2211

Time for reply (See also: Period for reply )..... 702.01,
710

Sec. No.

Design application..................
Amendment of..................
Use of Trademarks in

International application

Plant patent application

Reviewed at iSSUe..........ccccevevveennne

Title rePOrt....c.eeeeciieieee e
Titles of USPTO Officials.........ccooviiiiieiieiiiiiieeeeeiiee.

Title with signature...........cccocveeeiiieenineennee, 602.08(b)
Trade secret material..........c.ccccoevernenne 724 to 724.05
Completeness of file wrapper............ccccceee... 724.01

Materials submitted covered by 35 U.S.C. 122.....
724.04(a)
Method of submitting.........cccceeeeeiiieeeniinennne 724.02

Office treatment and handling........ 724.04, 724.06
After publication.............ccccevviiiinnnenne

Petition to expunge materials

Reexamination under 37 CFR 1.11(d)....... 724.04(c)

Reissue under 37 CFR 1.11(b)................. 724.04(b)
TYPES Of e 724.03
Trade secret submission label.......................... 724.02

Time for reply to action in reexamination Trademark and trade name..... 608.01(v), _706.03(d),
Y o1 1 (<SSR 2263 2173.05(u), |
INEEr PAIES ..veeiieeieieeeeeee e 2662 Design patent, relationship to............c.ccccevnene. 1512

Time lMit.eveeieiieee e 710.02, 710.02(c) Misuse in patent specification................... 608.01(v)
For making suggested claims.................... 710.02(c) Trademark Manual of Examining Procedure.................
International preliminary examination report (IPER)... Trademarks, Partial list of.........ccccoceviieiiiiiiien, il
1879.01 Transfer of application
International search report (ISR)................. 1843.05 After amendment..........ccoeeeeeeeieeieireennenn, 903.08(c)
Period for reply.........cccoceveviiiiiciciiiccc 710 After classification decision....................... 903.08(d)
Permanent ink COpY.........ccccooviiiiiiiiiiniee 714.07 Allowable application.............ccccoeeveeiieiieireennnnn, 1305
Prior art filing.........cooeevviiin e 2204 Decision of classification examiner........... 903.08(d)
Reply to final rejection............c.cccccvienen, 706.07(f) Divisible INVeNtioNnS..........cccooveeveeeeeeeee e 812
Restriction requirement.............ccccovevniininnn, 811 INtErferenCe.......cocve e 2304.01(b)
Rewrite claims following Board decision...... 1214.06 NEW.....veeiireeciee ettt 903.08(a)

Shortened statutory period compared to..... 710.02 Outside Technology Center...................... 903.08(d)
710.02(b). 710.02(d) Primary examiner’s authority........................ 903.08
Statutory period..............c....cc..... 710.01, 710.01(a) Procedure..........cco..ovvverennnn.. 903.08(a), 903.08(d)
Transfer of application..............c.oooieene. 903.08(d) Secrecy order application.............c..ccceeeeevennanen. 130
Two periods FuNNINg...........ocvevvniiiics 710.04 Submitted to classification examiner......... 903.08(d)

Time period for owner's statement...................... 2249 Within Technology Center.......................... 903.08(d)

Time reporting.........oocooviviiiiiiiniiniins 2238, 2638 Transfer of class or subclass..........cccoeevevenene. 903.05

Time to pay maintenance fees...............oooevene, 2506 Transfer of drawing............co.oeeeveevevreeeereenn. 608.02(i)

Timely submission of protest.............cccccceen. _1901.04 Transfer of reexamination

Title conveyed by assignment..............c.ccooceiens 300 EX PAIE ..vovviveeicveieteceeeeeee e 2237

Title documents, handling.........cccccoceeeiiieiinieeene 317 Transfer of rights to patent or application..... 509.02

Title of invention.............cccccoeve.e. 606, 1893.03(e)(1) 509.04(a), 509.04(b)

Change by examiner................... 2660.02, 2686.03 Transfer of specification prohibited................ 608.01(t)
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Transfer of U.S. patent — Utility requirement guidelines

Sec. No.
Transfer of U.S. patent..........cccceveiiiiieeniieennns 903.05
Transitional application (See also: _ Application )
After final practice..........ccccevviiiienieeniineenn. 706.07(q)
Generic claim allowable 803.03(b)
Linking claim allowable...............cccccoouerene 803.03(a)
Patent term..........coooeiiii e 2701
Restriction practiCe.........coocvveevivieiiieeiniieeenns 803.03
Transitional phrases..........cccccooveeiiiieeniieennnee. 2111.03
“Characterized by".........ccccooiiiiiiiii 2111.03
“Composed Of ... 2111.03
“Comprising”.......cccceeveveuvennne. 2111.03, 2173.05(h)
“Consisting essentially of”.............ccoccoeeee. 2111.03
“Consisting of"........ccccvvevennane. 2111.03, 2173.05(h)
“CONLAINING”. ..eeeeeiiee e 2111.03
Translation, foreign application or foreign priority
doCUMENL......ceveiiiiiee e, 214, 215, 216
Translations index in STIC..........cccccvevvieene 901.06(a)

Translators in the U.S. Patent and Trademark Office.....

Sec. No.

TRIPS Agreement (Trade-Related Aspects of Intellectual

PrOPEITY).ceeee et 1801
TUBDEIS. ..t 1601
Twenty year term (See also: Term, Patent )
Two month delay period in reissues.................... 1441
Two periods for reply running...........cccceeevveennee 710.04
Type font....ccooeeieiiiieeceeeei, 608.01, 1504.01(a)
U
Unavailable inventor................ 409, 409.02, 409.03
Unclaimed disclosure, reservation............... 608.01(e)
Undelivered mail...........ccccvvvvveeenenen. 707.13, 1303.02

Undue breadth rejection..... 706.03(c), 2164.08(a),
2173.04, 2173.05(h)

901.05(d), 901.06(a)

Transmission, certificate of (See also: Certificate of
mailing _or  transmission (37  CFR 1.8)

Unexpected results (See also: Affidavits, traversing
rejections (37 CFR 1.132) )........ 716.02 to  716.02(q)

)
Transmittal Fee, PCT........oovviiiiiieieieeeeee, 1827
Traverse, answer all matters
Traverse, division or species requirement..... 818,

821.01 821.02
Traverse, rejection of linking claim............... 818.01(d)
Treaties
Benelux Designs Convention (See also: _Design
application ).......cccccceeeeiiiiieniennnnnne 213.01, 1504.10

Budapest Treaty (See also: Biotechnology
Microorganisms)..... 901.05(b), 2402, 2404.01,
2405, 2407.05, 2408, 2409, 2410.01, 2410.02,
2411.01

Unintentional abandonment (See also: _Abandonment

)
United Kingdom priority document......... 213.03, 216

United States Code (See also: Statutes )
Unity of invention..... 803, 823, 1850, 1875,
1893.03(d)

University or other institution of higher learning.....

509.02 509.04(b)
Unlocatable Patent or Application Files............ 508.04
Unscheduled cloSing.........oooccieiieeiiiiiieneeene 213.03
Unsigned amendment 711, 714.01(a)

Untimely filed (premature) paper prior to order for ex

European Community Design............c......... 1504.10 parte reexamination...........cc.cceeveeveeeeeieeeeereennenns 2225
European Patent Convention..................c...... 901.05 Untimely filed (premature) paper prior to order for inter
GAT T ettt 2138.02 partes reexamination.............cccoceveevinineninseenn, 2625
Hague Agreement (See also: _Design application)..... Untimely response to ex parte reexamination..... 2267
213.01 1504.10 2901 Untimely response to inter partes reexamination.....
Hague Convention................. 409.01(b), 602.04(a) 2667
NAFTA.. 201.04, 715, 715.07(c), 2132, 2138.02 UPQV Convention (See also: Plant patent Treaties
Paris CoOnvention...... 213, 1502.01 ) e 1612, 1613
Patent Cooperation Treaty (PCT)..... 1502.01, 1800 Uruguay Round Agreements Act (See also: Treaties
Al T ) P 201.04, 715, 715.07(c), 2701, 2132
PateNt LAW.......coveeveeeeeieeeeeeeveeee e 702 USe ClaimsS.......oovi 2173.05(q)
Strasbourg AGreement..........ccooevveeveeeveeeeeueennn. @ Use, Public (See also: Public _use )
UPOV Convention (See also: Plant patent).... 1612, USEI PASS....cieiriieeiiiireii e 510
1613 USPTO Contact Center.......cccvvveveieieieiieeeeeennnnnnn 1730
Uruguay Round Agreements Act (URAA)..... 201.04 Utility ClasSES.......cocoviiiieeeiiiie e 902.02
715, _715.07(c). 2701, 2132 Utility, disclosure in drug cases..... 2164.06, 2164.07
Utility requirement guidelines............cccccveeeeennene. 2107
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Utility requirement guidelines — Witness, Examiner as

Sec. No.
Legal precedent for..............cuueee. 2107 to 2107.03
Relationship of enablement to..................... 2164.07
Utility lacking, rejection..................... 706.03(a), 2107
Utility model........cooooviiiiiiiieeeee e, 901.05(b)

Utility patent (See also: Design application Patent
Plant patent ).........ccoccoveeeiiiienennn. 901.04, 1502.01
Application publication....................... 1120to 1135
COPIES Of it 707.05(a)
Copyrighted material in.............ccccceeernee 608.01(w)
Design patent compared t0...........ccccveeeenne 1502.01
Double patenting........ccccevveeeiiieeiiieee e 804
Drawings / Photographs.............. 608.01(f), 608.02
Elements Of.........ceeeeiiiiiiiiiee e 600
Expiration date or term..........cccceevveenn. 2211, 2250
Maintenance fees.........ccoceiviiiiniic e 2506
Period of enforceability.............cccc.... 2204, 2211
Specification.........cccooveieiiiiei 608.01

Utility required..... 608.01(p), 706.03(a), 2107,
2164.07

\
Vague and indefinite rejection (See also: Indefinite claim

)

Video conference center
Violation of duty of disclosure (See also: Duty of

disclosure )
Argued in protest.........cccceeenneee. 1901.02, 1901.06
Visitors t0 OffiCe.......cuvuueeeiiiieiiieieeieee e, 510
Voluntary publication..............cccceeeeas 502.05, 1133
W
Waiver
Of confidentiality..... 103, 201.06(d), 1002.02(k)(1)
Of patent owner's statement................. 2246, 2249
Of deficiencies in oath or declaration.... 602.01(c)(3)
602.03
Of patent rightS.........cccocveeeiiiiiennen. 711.06, 1111
Rev. 07.2015, October 2015
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Sec. No.

Of rules..... 201.03, 402.10. 602.01(c), 711.03(c).
724.06, 803.04, 1002, 1002.02(b), 2248, 2265,

2288 2425 2434
Walk-up customer window.......... 501, 502, 2422.09
Washington D.C. representatives of attorneys....... 408
WebEXx (See also: Interviews )........c.cccccveeennee. 502.03
When disclosure is made...........ccccooocieiieninineen. 2003
White HOUSE iNQUIrY.......ccvevvieeeiiieeiiieene 203.08(a)
Who has duty to disclose..........cccceeviuieeiineenne 2001.01
WIPO......ceeiii 213.01, 214.04, 901.04, 1801
WIPO Standards

ST B 901.05(b), 1851

ST. L0t 901.05(b)

ST. 14 707.05(e), 901.05(b)

ST. 16 e 901.05(b), 1851, 2424.03

ST. 25, Appendix 2

Tables reproduced...........cccovvveeiiiciiiieeeeeenene, 2422
Cited....coovviiieeien, 2422.01, 2423, 2423.01
ST. B 901.05(b)

Withdrawal from appeal after remand by Board.....

1002.02(d)

Withdrawal from issue.............ccccoeene 1303.01, 1308
Amendment crossing allowance.................... 714.15
Director’s approval.........cccccceeviveeenneenn. 1003, 1308
Petition for.............. 1002.02(b), 1002.02(c), 1308
Quality ReVIEW.......cccoiviiiiiieiiiiiiiee e 1308.03
Refund of fee........ccovvviiiiii 1308.01
Rejection.......cccceeeevvciieiie e 706.04, 1308.01

Withdrawal of abandonment (See also: Abandonment

Petition )

Withdrawal of appeal...........ccceeviviiriieeinnenn, 1215.01

Withdrawal of appeal by cancelling a claim.... 1214.05
1215.03

Withdrawal of attorney (See also: Attorney or agent
Power of attorney )..... 402.06, 1002.02(s), 1808,

2223, 2560
Withdrawal of claims
To nonelected invention.... 821.01, 821.02, 821.03
To nonelected species.................... 821.01, 821.02
Withdrawal of final rejection..............cc......... 706.07(e)
Premature final...........cccooveieiniiincinn, 706.07(d)
Primary decides..........cccceviiiiieiiiniiece e 1004
Withdrawal of holding of abandonment (See also:
Abandonment _Petition )........... 711.03(c), 711.04(c)

Withdrawal of power of attorney in patent..... 2223,
2623

Withdrawal of terminal disclaimer........................ 1490
Withhold from issue petition....................... 1002.02(c)
Witness, EXaminer aS.......cccccvvvvveeeeeeeeeeeieneenn, 1701.01
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World Trade Organization member countries — (No Entry)

Sec. No.

World Trade Organization member countries.... 213.01

World Wide Web address.......cccccccvvveeeeeiiiiinninnnn. 1730
Writing, Disclosures must be in...................... 2002.02
Written description (See also: _Specification ).....

706.03(c) 2163

Amendments supported by original description.....
2163.07

Inherent function, theory or advantage.....
2163.07(a)

Incorporation by reference..... 217, 608.01(p)
2163.07(b)

Burden on the examiner............cccvvvvvveeeen... 2163.04
Changes to scope of claims............ccccee.. 2163.05
Circumstances when issues arise............... 2163.03

Design application..... 1503.01, 1503.02,

1504.01(a) 1504.04
Form paragraphs used to reject................ 706.03(c)
Guidelines for compliance............cccccveeeviineen.. 2163
NEeW MaAtter.........cocvvvvviiiiiiiieiiie s ... 2163.06
Requirements for compliance...................... 2163.02

Support for claimed subject matter..... 211.05
2163.01

Corresponding to count in interference........ 2163.03
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Sec. No.
X

X series of patents (See also: Patent )............ 901.04
Y

(No Entry)
z

(No Entry)
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