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Ex parte reexamination file..........cccccooevevininnnnnn, 2232
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.................................................. 724.04(a), 1128, 1132
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After interference.........cocooviiiiincieeee e 2308
Amendment after final rejection..................... 706.07(f)
............................................................. 714.12,714.13
Citation of references.........ccceevvvvreivnennns 707.05, 710.06
Claim summary.........cocoeeeveieevieiiencre e 707.07(i)
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.......................................................................... 714.10

Closing prosecution in inter partes reexamination (See
Reexamination, Inter partes: Action closing

prosecution)
Completeness........ccoevvvvrerienennenen, 707.07, 707.07(a)
Copy t0 applicant........cceevvireiincieiie e 707.12
Copies of references.........cccoevvvvviveveeieesenieiens 707.05(a)
Correctness, Period for reply ........cccoevveveveniennnn, 710.06
COUNEEA......coiiiiieiirieeete e 1705
Crosses amendment .........c.ooeeereienenenesese e 714.05
Date....coiiee e 707.11
EXAMINEI"S . cuiiiiicie et 707
File wrapper endorsement.................c..... 707.10, 719.01
File wrapper entry.......cccocevevneinieneiene e 707.10
Final rejection............cc.c...... 706.07 to 706.07(f), 713.09
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Address of unavailable inventor ...........ccccceevnenne. 409.03(e)
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and Interferences (BPAI))
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Allowance and iSSUE ........cccerevrereienercienienas 409.01(f)
Application by, After discharge ...........cccce.e.... 409.01(c)
Assigned application, Inventor dies ................. 409.01(e)
AULhOTILY ..o 409.01(b)
Consular certificate ...........cocevererienienicieien, 409.01(d)
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Heir .o 409.01, 409.01(a), 409.01(d)
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RefUSES t0 SIgN ..o 409.03(c)
Specification form..........ccocvevvivivicisiccecc 605.05
Admissions by applicant............ 706.02(c), 2129, 2133.03(c)
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Admissions in reexamination
EX PAre ...oocovveieeeeeeece e 2217, 2258
INEEE PAITES.....evieieeece e 2617
Advantages OVer prior art.........c..cceeevevereresrennenns 707.07(f)
Adverse recommendation under 37 CFR 1.312.....714.16(d)
......................................................... 714.16(e), 714.19
AdVISory action ........cccceveveverenienesnneenns 706.07(f), 714.13
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Affidavit, disqualifying commonly owned patent or patent

application publication as prior art ...........cccccceveerenene 718
Affidavit, swearing back of reference (37 CFR 1.131)
........................................... 706.02(1)(3), 715, 2133.01
..................................................... 2133.02, 2133.03(c)
Acts relied upon, NAFTA/WTO/USS. .............. 706.02(c)
...................................................................... 715.07(c)
Best mode, failure to disclose.........c.ccccoceveiiennn 715.10
C0-authorship ....cccceveieierese e 715.01(c)
Common assignee, reference and application
.............................................................. 715.01(b), 718
Compared to Rule 1.132 affidavit...........ccccoenee. 715.01
Completion of invention .........cc.cccceevenees 715, 2133.03(c)
Conception (See Conception)
Continuing application.................... 201.06(c), 201.06(d)
Copies from prior applications............c.ccccoenee. 201.06(c)
Dedication to public.........ccoviiiiiiiniiecee 715
DErVALION ..o 715.07(c)
Diligence (See Diligence)
Effective filing date ........cccoovveiiii i 715
Exhibit, DiSPOSItion .........cccccvvviineiiiincinn 715.07(d)
Formal requirements..........cooeveveenereneneene s 715.04
Facts and documentary evidence...........cc.cocv..... 715.07
Timely presented .........cccoevevevivvinsnsieeeeeen, 715.09
GENUS-SPECIES ....veveveetesiereete e eareseere st e e sreseene e 715.03
Generic ClaiM.......ccocveeiiiee e 715.02
Interference testimony USed.........c.ccovvevvenienae 715.07(b)
Overcome patent or publication............c.ccocevevvivienns 715
Petition regarding sufficiency..........c.ccceeeneee 1002.02(c)
Prior public use/sale...........cccocovviiiiiiniiiiincns 715.10
Priority time charts........c.ccocooveinneiieeee 2138.01
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Proper Use Of .....ccvcoe i 715
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Reexamination, X Parte........c.ccoceeevevineneieneneennen, 2258
Reexamination, inter partes ..........c.ccocoeeveveneneennen. 2658
Reference date to be OVercome .........ccoceevevrvnicnnnn, 715
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Common aSSIgNEE ......ccevverereririerieenns 715.01(b), 718
Joint patent or published application to applicant and
ANOLNET ...t 715.01(a)
Patent or application publication claiming same
INVENLION ..., 715.05, 2138.01
Publication of applicant’s own invention...... 715.01(c)
SUFFICIENCY OF ..o 715.08
When used............ 706.02(b), 706.02(1)(3), 715, 2132.01
Who may make affidavit..........cccccooveveieinnnnn, 706.02(b)
............................................. 706.02(1)(3), 715.04
Withdrawn rejection ..........cccoceveveieninescnieece e, 715
Affidavits, traversing rejections (37 CFR 1.132)............. 716
ALOrney arguments........cccoeeevevereneeeereennens 716.01(c)
Inoperability of references...........ccccevu.ee. 716.07, 2145
Reference attributed to applicant ....................... 716.10
Attribution, of reference to applicant .................... 716.10
Commercial success, evidence..........c.cccvvrevnene 716.03
Commensurate in scope with claimed invention
.............................................................. 716.03(a)
Derived from claimed invention ................... 716.03(b)
Design applications..........c.cc.eeue. 716.03(b), 1504.03
Sales figUreS .....ccooviiiiceee 716.03(b)
Commonly owned patent ...........cccceveverenninenncnienn 718
Commonly owned patent application publication......718
Comparison with closest prior art .................... 716.02(e)
Computer programming Cases..........c.cceveeneen. 2164.06(c)
Continuing application ................... 201.06(c), 201.06(d)
Copying, eVidence.........ccocevvvvereienerienens 716.06, 1504.03
Disclosure, sUfficiency ........ccccoovvvvevereneienesene, 716.09
Disclosure, utility and operability .............c.coou..e. 716.08
Evidence
Consideration of ...........cccoeviviiniiiineieee, 716.01
Publications..........ccoeveiveveievcce e 716.02(g)
ObBJECHIVE .. 716.01(a)
Compared to opinion evidence................ 716.01(c)
Probative value..........ccocoeviincincnenn 716.01(c)
Weighing against prima facie case.......... 716.01(d)
....................................................... 716.05
SECONAAIY ..o 716.01(b)
TIMElINESS ...coviviieiiee e 716.01
Long-felt need.........ccoooeiieiiiiiiiecce e 716.04
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Affidavits submitted with prior art under 35 U.S.C. 301 in patented files -- Allowance and issue

Sec. No.
Petition regarding sufficiency..........c.ccocvvevnnene 1002.02(c)
Reexamination, ex parte ........ccccoevvivvivevieveenesennenn, 2258
Reexamination, inter partes ...........ccoeeevenenenenn. 2658
Reference attributed to applicant ...........c.cccceeeee. 716.10
SUFFICIENCY OF....eeiec e, 716.09
SYNEIGISIM ..ot 716.02(a)
Skepticism of EXPertS.......cccoevevevenieiie s 716.05
TIMEIINESS ...t 716.01
Unexpected results, allegations............cc.ccoeevnenae 716.02
Unexpected results, evidence...........c.ccccevruenne. 716.02(a)
Advantages not disclosed or inherent............ 716.02(f)
Burden on applicant..........ccccceveveiiiininnennnns 716.02(b)
Commensurate in scope with claimed invention
.............................................................. 716.02(d)
GENUS OF SPECIES ...vvvvevrereereiesiesieseesresresneenens 716.02(d)
Range, claimed ..........cccocvvivvviinnivciccrcses 716.02(d)
Weighing evidence of .........cccceeviieiennnenn, 716.02(c)
Affidavits submitted with prior art under 35 U.S.C. 301 in
patented files. ..o 2205
Affirmation (See Oath; Declaration)
After final practice .........ccocevvvvvvviiene e, 706.07(f)
In transitional application .............ccccoeevevrenae 706.07(g)
In ex parte reexamination ..........ccccccecereienenenenienn 2272
Agent (See Attorney or agent; Power of attorney)
Agent for international application................. 1807, 1864.04
AGOregation.......cc.cvvevveieiese e 2173.05(k)
Agriculture, Department of, Plant patents........... 1608, 1609
Agricultural Research Service........ccocceeevenennne 1608, 1609
AIDS/HIV, petition to make special ..........ccccecevnenee 708.02
Algorithms ................. 706.03(a), 2106, 2106.02, 2164.06(c)
Alien Property Custodian (A.P.C.) publications
(See also Citation of prior art) .........cccccveevnnne 901.06(c)
Allowance and issue (See also Allowed application)
........................................................ Chapter 1300
Abandonment after ..........cccoeviininiine 711.05
All claims allowed, shortened statutory period
...................................................................... 710.02(b)
Amendment, EXaminer’s ........cccecveeveeevveeecveeenne. 1302.04
Amendment, Examiner’s, Rule 1.312............ccc....... 1305
Amendment after (See Amendment: After allowance)
Amendment after allowance of all claims............. 714.14
........................................................................ 1303.01
Amendment after D-10 NOLICe .......cceovvvvvrvrvrireenne, 130
Amendment at time of ... 714.15
Amendment crossing in mail ............ccccooiiiinnne 714.15
Assigned application..........cccoeiiiniiieience e 307
Assignment Division...........cc.cccvenen. 409.01(b), 1302.11
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Cancellation of claims after appeal ..................... 1214.06
......................................................... 1215.03, 1214.04
Cancellation on nonelected claim by examiner’s
amendment ........cooeeeienene e 821.01, 821.02
Cancellation of nonstatutory claim................. 1302.04(b)
Citation of prior art.........ccccceevevvevvieiievinnse s 1302.12
Claim for Official Gazette..........ccccceoeveiirennne. 1302.09
Claim renumbering.......... 608.01(j), 1302.01, 1302.04(Q)
Claim renumbering, dependent claim............... 608.01(n)
................................................................ 1302.01
Classification..........c.ccoevvvvvivivninsinennnn. 903.07, 903.07(b)
Classification change after allowance.................... 903.07

Classification in another Technology Center ...903.07(b)
Copending application

File wrapper/history notations............. 202.02, 1302.09
Parent application data.............ccccoeevvvrvinennnne. 1302.04
Correction of error after allowance ....................... 714.16
CroSS-reference ........ccoevveeiiresinescseeens 903.07(a)
D-10 NOLICE.....ecerireereeie e 130
Deceased inventor, notice of allowance............... 1303.03
Drawing, drafting stamp no longer required .... 608.02(0)
Drawing correction.............. 608.02(z), 1302.04, 1303.01
Drawing in patented file ...................... 608.02(i), 905.03
Erasure of markings ........ccoccovvevvininniencnnenn 1302.01
Examiner’s amendment (See Examiner’s amendment)
File wrapper notation ...........ccccccevenenenencnennens 1302.09
FiNal FEVIEW.....ovviiiii e 1302
Formal matters .......coccoeveeivveevieeciecceens 714.16, 1302.01
Formal matters, examiner’s amendment and changes
........................................................... 714.16, 1302.04
Formal matters, specification rewritten............... 1302.02
General FEVIEW .......cccovueverereiceeeeee e 1302.01
INErfErenCe ...ooovvv e 2303.01
Interference search .........cc.cceevvvennne. 1302.08, 2304.01(a)
International classification .............ccocevvireriennn, 903.09
Intervention by eXecutor...........ccccceovvenciencne. 409.01(f)
Issue classification notations............c.cccceverenene 1302.10
Issue in another TC without transfer ................ 903.07(b)
Jurisdiction of application ...........cccccocvviviiviiiininennn, 1305
Listing of references........ccccceevevevic s cnenn, 1302.12
Locarno classification designations.................. 903.09(a)

Non-compliant amendment, treatment of.... 714, 1302.04
Nonelected claims canceled by examiner’s amendment

............................................................. 821.01, 821.02
Nonelected claims eligible for rejoinder ....821 to 821.02
Notice of Allowability........c..cccoceviiiiiiiiiininnnn, 1302.03
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Allowance, Reasons for -- Amendment

Sec. No. Sec. No.
Notice of allowance (See Form letters and forms: Notice AIpha SUDCIASS .....ccevcvveiieeecc e 903.07
of allowance) Alteration of application after execution................ 605.04(a)
Ordering allowed application............cccccoevvnenas 1306.03 Alteration of application before execution .............c...... 506
Patentability report, print disposal.................... 608.02(N) 601.01(a), 602, 608.01
...................................................................... 705.01(d) Alteration of patent application .............ccc.ccoeevviinenee.... 506
Plant application ..........c.cccocvviviivinninne e 1611 Alternative phrase in claim (See also Indefinite claim)
Printer Waiting ........ccccocvvevneneneienenee e 1309.02 2173.05(h)
ProSe .o 707.07(j) Amended application ... 203.03
Protest against iSSUE .........ccoverrereriseneisesee e 1901 Amended application, inspection for transfer........ 903.08(c)
Reasons for allowance (See Reasons for allowance) Amendment (See also RePIY) .....covvvvviiennienienee, 714
L ToT0] o I (0] 1 R 905.03 Accidental entry .......cccoeviviviiniiecece 714.21
Reference listing ........ccooveveiviencienciseee e 1302.12 Adding excess ClaimS........ccoovvveririenenieieneeee s 714.10
Reissue application ...........ccocveveiennienenneneseee 1455 After abandonment...........ccoeevvreiiennn, 711.02, 714.17
Rejection after allowance........... 706.04, 706.05, 1308.01 After all claims allowed ...........cccoceveviiiievivnininnnns 714.14
Rejoinder of claims.........c.ccccocvvvvnnnne. 821.04, 1302.04(h) After allowance
Related applications, file wrapper/history notations APProval ......ccccoevvvvieiicieiciece 714.16, 1002.02(d)
........................................................... 202.02, 1302.09 Canceling claim ... 714,16
Reopening prosecution ...........cccccceveieiencneneene 1308.01 ENtry in part ... 714.16(e)
Review by examiner ..........ccccoevveneinencicnenens 1302.01 Examiner’s action ........... 714.16, 714.16(d), 714.16(e)
Review by primary examiner..........cc.ccoeveveivinanns 903.07 EXCeSS ClaimS ...c..ocvvevice e 714.16(c)
Rewritten specification requirement................... 1302.02 Formal matters ........ccocoeveereivrennnn, 714.16, 714.16(d)
Secret application...........ccocevvveeneieienieennnn, 130, 1304.01 Handling.......cocoovveveiiieeees e 714.16(d)
Signing file Wrapper..........cccooeveineniinciies 1302.13 Mailed before allowance...........ccccoevvvineinnnn. 714.15
Special ..o 708.01, 710.02(b), 1301 Motion under Rule 41.208(c)(2) (formerly under Rule
Specification, clean copy required............cc....... 1302.02 (CRECT ()] 7)) SRS 714.16(b)
Statement of iNVeNtioN ..o e 1302.01 Patentability pointed out ..........ccccovvivieiiienienan, 714.16
Supplemental oath after ..., 603.01 Reason for adverse action................ 714.16, 714.16(d)
Terminology correspondence of specification and claims Renumbering Claims ..o 714.16(e)
........................................................................ 1302.01 Secrecy order application......................... 130, 1304.01
Title of INVENLION ..o 1302.01 After eXaminer’s aNSWET .........cccovveererreenenreenennanes 1210
Title change by examiner.........ccccoovvvvevinnncnienn, 606.01 After appeal, before examiner’s answer ........... 714, 1207
Title search, continuing application.............c.cccce.e.. 306 After Board decision ............c.cce..... 1002.02(d), 1214.01
B L1 (=] 903.08 s 1214.06, 1214.07
Undelivered notice of allowance ............ccccoc..... 1303.02 After death of attorney or agent ..........ccoceeveerereennn. 406
Withdrawal from issue (See Withdrawal from issue) After final rejection.................. 706.07(f), 714.12, 714.13
Withholding from issue, secrecy order application Examiner determines compliance with 1.121....714.18
................................................................ 130, 1304.01 Non-compliant amendment, treatment of................714
Allowance, Reasons for (See Reasons for allowance) After final rejection, entered in part..........ccc.c..... 714.20
Allowed application (See also Allowance and issue) Applicants must Sign .......cccceeveeveverererenenees 714.01(a)
DefiNition........ccvvireiicee e 203.04 ALAllOWANCE. ... 714.15
Express abandonment of ...........c.ccocevvieneiniencnen, 711.01 Attorney not of record.........cccceceevvennnnnn, 405, 714.01(c)
File wrapper data ..........c.ccoeeeneiiinciiiencce 1302.09 Basis in disclosure ........ccccoeevverecinennn, 608, 706.03(c)
(0] (0 1 T T [ TSRS 1306.03 2163.03, 2163.07
REJECLION ....veivicecrceee e 1308.01 Before first action..........cccccecvvvvnnne. 608.04(b), 714.01(e)
Suggesting claim for interference ...........ccccoeevvvenae 1003 Board rejection avoided ..........ccocoevviereiiienieennen, 1214.01
Allowed claim, reJection ........ccoccevveveieneisieneieses 706.04 By replacement paragraph or section ..........c..ccccvevene. 714
By Board of Patent Appeals and Interferences ... 1213.02 By substitute Specification ............c.ccovvvreiineiicnenns 714
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Amendment -- Amendment

Sec. No.
Canceled matter restored ..........cccccevvervennn. 608.01(s), 714
Canceling all claims................ 706.07(h), 711.01, 714.19
Canceling appealed claims................ 1215.01 to 1215.03
Claim added, terminology basis..........cccccceeeee 608.01(0)
......................................................... 2163.03, 2163.07
Claim numbering ............ 608.01(j), 1302.01, 1302.04(qg)
Claims
Added in excess of number of claims previously paid
(0] SRR 607, 714.10, 714.16(c)
Clean Version ..........cceceeevvevvveeinnenne 714,714.13,714.16
Marked-up VErSIiON.........cccovvrvieeecieiesese e 714
Status 1dentifiers........ccoveerreiennceee e 714
Complete reply required ........cccceverennnne 714.02, 714.04
Consolidating pending claims.............c.cc...... 714,714.13
.......................................................................... 714.16
(000 o 1-] g oTo] o1 714.07
Copying patent claim (See Claim presented
corresponding to claim of patent)
Crossing mailing of allowance..............ccoceovvenne. 714.15
D-10 notice preceding........ccevveeeivereereererereseeseseennes 130
Date of receipt.......ccocevvvvreivinnns 505, 710.01(a), 714.18
Date stamp
Office date ......coeverereeririrennn 505, 710.01(a), 714.18
TC receipt date ......cocovvviveiiieee e 714.18
DEClaration........c.coeernreieneenscee e 602.01
Defective, directions for entry ..........ccccccevevveeennns 714.20
Delivered to wrong Technology Center................ 508.01
Discharged attorney or agent..........c.ccceeveienenenne 714.19
Disapproval of preliminary amendment ........... 714.01(e)
.................................................................... 1002.02(d)
Disapproval of second or subsequent reply ......714.03(a)
DiSCOUMEOUS .....ovveveieeeierieeieeieeiee e 714.19, 714.25
Drawing ............ 608.02(p), 608.02(q), 1302.05, 1303.01
In reissue application..........cccvvevvieiennieneniee, 1413
Drawing, disposition..........ccccceveveviennrnsnnnnne 608.02(x)
Drawing, NeW mMatter.........ccocoovvverervrennnn. 608.04, 714.19
DUPHICALE ... 719.01(a)
Easily erasable paper forbidden................ 714.07,714.19
Entered in part........cccccoeevevene s 714.20
Entered in part, after allowance, 37 CFR 1.312
...................................................................... 714.16(e)
ENEY oo 714.18, 719.01(a)
Entry denied...........ccoovvevrvrninnnn. 714.17,714.19, 714.21
Appeal Case........ccevvvvvvireeeeeee e 1207, 1214.07
Drawing COrrection .........c.ccooevereeeniernienennens 608.02(x)
Drawing NeW MAtter .........cccceovveiinienieienieiene 608.04
LESE ot 714.19
Rev. 6, Sept. 2007

Sec. No
Paper NUMDEY .......cccovvereie e 714.21
Period for reply expired .........ccccoeieiencinnnnnenn 714.17
Preliminary amendment ............cccoceevenennn 714.01(e)
Second (or subsequent) supplemental reply.. 714.03(a)
Substitute specification unnecessary..... 714.19, 714.20
Unduly interferes with preparation of Office action
............................................................. 714.03(a)
ENtry direCtionS ......ccccvvveiiiiciieececec s 714
DEfECtiVE...cviivciceeee e 714
Entry inadvertent...........ccooervininnenenseneeeees 714.21
Entry in ex parte reexamination .............cc.ceevrvennne. 2234
Entry in inter partes reexamination..............cc.cceueue. 2670
Examiner’s (See Examiner’s amendment)
Excess claims added............ccoovvvevnnee. 714.10, 714.16(c)
FaCSIMIle ..oooviiie e 502.01
Fees, additional ............ccoovvivvreinicieieccnes 710.02(c)
File wrapper endorsement.............cc.cccue.... 714.18, 719.01
Filed with application............cc.cccveniiincinenns 601.01(a)
Formal matters, compliance with ............cc.ccoeenee 714.02
FUIlY reSPONSIVE ....cvevvvieeiieciececeeee e 714.02
HEAAING ..o 502
Immediate iNSPECtioN .........cccevveieiiiiii e 714.05
Improper Signature ........c.ccoeevveneiencrenens 714.01(a)
............................................ 714.01(c), 714.01(d)
Ratification........ccccovevvniininiie e, 714.01(a)
INACCUIALE ..o 707.07(h)
Incomplete reply......cccooevvnenennnn 711.02(a), 711.03(a)
........................................... 714.02 to 714.04, 2266.01
.............................................................. 2666.30, 2671
Time for completing........cccccceevvennnne. 710.02(c), 714.03
.................................................. 2266.01, 2666.30
Increasing claims in excess of number of claims
previously paid for..........c.cccoeennene. 714.10, 714.16(c)
INK, NOt PErMANENT .....ceoevieiece e 714.07
Inspection by eXaminer .........cccccevevevevesesesnannns 714.05
Inventorship (See Correction of inventorship)
Jurisdiction of application not with examiner ....... 714.16
................................................................ 714.19, 1305
Late. e 710.02(d), 711, 714.17
Literature citation in specification.................. 608.01(p)
Manner of Mmaking ........cccccooeveiininic 714
Motion under 37 CFR 41.208(c)(2), Application in issue
..................................................................... 714.16(b)
Name change on file wrapper.......... 605.04(c), 719.02(b)
New matter.........ccoveeeririnnen. 608.04, 706.03(0), 2163.06
Non-compliant amendment, treatment of ................... 714
........................................................................ 1302.04



INDEX

American Inventors Protection Act (AIPA) -- Anticipation rejection

Sec. No.
Nonentry (See also Amendment: Entry denied) ... 714.19
Not entered........covvvveneinieneirieneeees 714.19,714.21
Not fully responsive...........ccccceeeeerennnns 714.02 to 714.04
................................................ 2266.01, 2666.30, 2671
Not fully responsive, time to perfect reply ....... 710.02(c)
............................................. 714.03, 2266.01, 2666.30
Oath, Original .........cccceevvieieice e 602.01
Objectionable remarks............ccccoevvrvennnnee 714.19, 714.25
OF ClaIMS....ooie e 714
Of SPecification.........ccccvervininire e 714
Office date stamp........ccccceevvevneene 505, 710.01(a), 714.18
Paper NUMDET .........cccviveieice e 714.18
Patentability pointed out............c.ccoceeeenne. 714.02, 714.04
Period for reply ends Sunday or holiday............ 505, 513
......................................................... 710.01(a), 710.05
Permanent ink required..........cc.ccoeveverenne. 714.07,714.19
Petition NON-entry ........ccccceevevevevcie v 1002.02(c)
Plant application ............cccociiiiniiienieeecc e, 1610
Post Office address, Applicant.........c.ccccovevvirnnnns 605.03
Preliminary ......ccoeeevevvnienie e 506, 714.01(e)
Canceling all claims..........ccccceenenee. 601.01(e), 711.01
Denial of entry ....cccoveveiiiieccecceees 714.01(e)
EXCeSS ClaimS......coceiiriiireieeeee e, 506, 714.10
Filed with application ...........cccccoeeneiicnnnnns 714.01(e)
Manner of making .......cccccocevvvvvivinninsinenne, 714.01(e)
New matter added........... 601.01(a), 608.04(b), 702.01
Non-compliant amendment, treatment of ............... 714
PG-Pub application...........ccoccooriiiiiinccice 1121
Referred to in oath/declaration .............. 601.01(a), 602
To lessen filing fee ... ivciiccee e 607
Ratification
Signature defective ..., 714.01(a)
[ To=TT o] S 501 to 505, 511, 512
Received after allowance....................... 714.15, 1303.01
Reexamination ...........ccccocevvveriennnn, 2250, 2666.01, 2672
REISSUE ..ottt 714, 1453
Requirements of ... 714.02
Residence change.........ccooveviineiicnciicne 719.02(b)
RESPONSIVE .....eveieciisieeireeeeee e 714.02, 714.04
Return, after entry on file wrapper..........c.ccccoeue.e.. 719.01
RIibbON COPY..o.vvvviiiiccc e 719.01(a)
Rule 1.312 (See Amendment: After allowance)
Second (or subsequent) supplemental reply......714.03(a)
Several filed on same day ........ccoccevvvvivnvinennnne. 714.18
Signature improper .........cccceeereene. 714.01(a), 714.01(c)
...................................................................... 714.01(d)
Signature MisSiNg........coceovvereieneneieneree e 714.01(a)

Sec. No.
Signature required ........cccocevervvesneieereere e 714.01(a)
Signed by applicant, not by attorney or agent of record
............................................................. 714.01(d)
Signed by attorney or agent not of record .405, 714.01(c)
Statement of allowability by Board..................... 1213.01
Supervisory primary examiner.... 714.13, 714.16, 714.18
Supplemental..........cccoooiiiiinii e, 714.03(a)
Support by original claim...........cccccoevvnennenen. 608.01(1)
Telephone NUMbBEr.......cccovvevereveneienine 713.01, 714.01
Unduly interferes with preparation of Office action
..................................................................... 714.03(a)
Unmatched with application file .............c.cc.cc.e... 508.03
UNSIGNE ... 714.01(a)
Ratification of ........c.cccooevvivnnnn 710.02(c), 714.01(a)

American Inventors Protection Act (AIPA) (See Statutes:
Public Law 106-113)

American National Standards Institute (ANSI).......... 608.02
Amino acid sequence (See Biotechnology; Nucleotide
sequences)
Analogous Art .......cccceeevenienn, 904.01(c), 1302.14, 1504.02
...................................... 1504.03, 2131.05, 2141.01(a)
Analysis of Claims ..., 904.01
Answer, Examiner’s (See Examiner’s answer)
Answer all matters traversed ..........ccoceeeeevervenienn 707.07(f)
Answer on remand.............c.coeeenen. 1211, 1211.01, 1211.02
Antecedent lacking (See also Indefinite claim) .......... 706.03
............................................. 1302.01, 2173.05(e)
Anticipation rejection............. 706.02(a), 707.07(d), 1504.02
....................................... 2131, 2132, 2133, 2136
Affidavit to OVErcome ........ccocvvvvvenvinenccninns 2132.01
ANalogous art ........ccovveieieneneee 1504.02, 2131.05
Definition of ..o, 2131
GENUS-SPECIES. ...ttt 2131.02
Generic chemical formula.........cccccovvvvvivirinne. 2131.02
Meaning of
“BY OIS ..o 2132
“IN this COUNTIY™ ... 2132
“Known or used”.........ccocevveneieniennnn. 2132, 2133.03(a)
“Patented in this or a foreign country”.................. 2132
Multiple references, when permitted................... 2131.01
One year grace Period ..........ccvveveeveeieienenieseseseeas 2133
On sale (See On sale)
Ranges claimed .......ccocoovviveiieneiiee e 2131.03
Rejections based on publications and
PALENES. ..vieiii et 2133.02
Prima facie Case ......c..coovvvereieneneie e 2132.01

Public use (See Public use)
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A.P.C. publications -- Appeal

Sec. No.
Secondary considerations, evidence of ............... 2131.04
A.P.C. publications (See Alien Property Custodian (A.P.C.)
publications)
Apostille (See also Oath; Declaration)........... 301, 409.01(b)
........................ 602, 602.04, 602.04(a), 604, 604.04(a)
Apparatus, Process or product and.... 806.05(¢) to 806.05(q)
APPEAl .o Chapter 1200
Abandonment...........cooooiiii 1210
Actions subsequent to examiner’s answer ............... 1210
Administrative handling ..........ccccoevvniineninnn 1204
Affidavit after appeal...........c...c...... 1207, 1208, 1211.02
Affidavit after Board decision ............. 1214.01, 1214.07
Amendment after examiner’s answer ...................... 1210
........................................................................ 1211.01
Amendment before examiner’s answer.................... 1207
Amendment for purpose of ..........cccceeee 714.12,714.13
Amendment makes application allowable ............... 1207
Answer, Examiner’s (See Examiner’s answer)
BT e 1206
In ex parte reexamination...........cccoecevevereresennn 2274
In inter partes reexamination ................ 2675, 2675.01
IN TEISSUE ..ottt 1454
By patent OWNEr .........cooieiiiiiiiiie e 1205
Cancellation of withdrawn claims ...................... 1214.05
Civil Htigation........ccccovvivvveeeeee e 1216.02
Claims copied from patent, time limit .............. 710.02(c)
Claims included .........c.cccoveovnennnnne. 1205, 1205.02, 1206
Composition of the Board..........cccccoveeiieeieiencne 1203
Concurrently with interference ..........cccoeevvernennns 1210
Concurrently with prosecution before examiner...... 1210
Conference........ccocveiineniciecee s 1207.01, 1302.14
In inter partes reexamination...................... 2676, 2677
Correspondence address for litigation......... 501, 1216.01
COUM e e e 1216
Court, Federal Circuit .........cccoocevvnireieniniinenas 1216.01
Of an inter partes reexamination................ 2682, 2683
Decision by Board ...........ccccviriiiinensineeesee 1213
Of an inter partes reexamination................ 2681, 2682
DiSMISSAL ... 1215.04
EXaminer revVersed ........cocooeevvenecnenecseneenennnn, 1214.04
Examiner sustained ..........cccocovervveneienenieiesieenns 1214.06
EXamINer’s anSWEN..........cccoeveienenienieeie e 1208
Failure to prosecute appeal ..........ccoceovereririennn. 1215.04
Fee (See also FEe)....cocovvvvvviviiceeeieees 1205, 1208
From Board decision............ccoceevrevnnne 1216 to 1216.02
HEAING ..o 1209
Inter partes Reexamination............c.c.ce.e. 2674 to 2680
Rev. 6, Sept. 2007

Sec. No.
FIOWChArtS......ccviiiic s 2601.01
INrOAUCTION ... 1201
JUFISAICTION ... 1210
Matter SUDJECt tO........cervevreiiirienne Introduction, 706.01
Multiplicity rejection..........cocccvevveiriincnnnnn, 2173.05(n)
New ground of rejection by Board...................... 1214.01
New ground of rejection by examiner in examiner’s
ANSWET ...t 1207, 1208
New matter affecting claim..........c.cccoovivnennn 608.04(c)
NOLICE OF . 1205
Order for complianCe ........ccccvevevevesiese e 1210
Oral NEANING.....ccveeeeieie et 1209
Reexamination, eX parte ..........cceevvereinereiennenns 2276
Reexamination, inter partes.........ccccocvvevvvrvrnnnnnn. 2680
Patentability report Case ........ccccocvvvevvvvrvnnannns 705.01(a)
Primary examiner’s attention ..........cccccoeeevvvvieennnne. 1004
Procedure after Board decision ................. 1214,1214.01
...................................................... 1214.03 to 1214.07
Protestor participation ...........ccccoeevvieneiiennennen, 1901.07
Publication of Board decision ...........ccccccevvevennen. 1213.03
Real party in interest ..o 1206, 1208
Rehearing by Board...........c.ccocevvrnnnene. 1214.01, 1214.03
Reexamination, X Parte........c.ccocooevernenereneneennen. 2273
Reexamination, inter partes...........ccccecevee. 2674 to 2680
Remand by Board.............c......... 1204, 1208, 1210, 1211
.......................................... 1211.01, 1211.02, 1211.03
..................................... 1212, 1213, 1213.02, 1214.01
..................................... 1302.14, 2143.03, 2274, 2275
................................................................... 2681, 2682
Remand by Federal Circuit ...........ccocvveviivrvnnnnns 1216.01
Remanded application made special .................... 708.01
Reopening of prosecution after appeal..................... 1208
Reopening of prosecution.............ccoceeeeeienieennen. 1214.07
Reply brief to examiner’s answer..........c.ccccoceveenen. 1208
Requirement by board to address matter .................. 1212
Secrecy order application...........ccccceeeienins 130, 1304.01
SIR application...........ccociiiiiiiiice e 1105
Statement of allowability by Board..................... 1213.01
Supplemental appeal brief.........ccoceviviiiivivince, 1208
Supplemental examiner’s answer ............ 1207.04, 1211,
........................................................................ 1211.02
Suspension pending civil action or federal circuit appeal
inrelated Case .....ocvvvvveieieriee e 1213
Suspension pursuant to 37 CFR 1.56(d).........c.c..... 1213
Time for filing brief.........ccccooiiiiiiii 1205.01
Withdrawal.............cccoeu.een. 711.02(b), 1215.01, 1215.02
Withdrawal of final rejection ...........ccccoceoeviiiinnne. 1205



INDEX
Appealable matter not petitionable -- Application

Sec. No. Sec. No
Withdrawal, partial ...........ccceveeveriernenen. 1214.05, 1215.03 AACCESS .vveveenieiestestesteste ettt ste e e e 106
Appealable matter not petitionable...................... 1002, 1201 AlOWANCE ... 307
Appendix, computer program listing................ 608.05, 1121 Conflicting subject matter ........ 706.02(f)(2), 706.02(k)
Appendix, multiple claim Sets.........ccocvriienieicnininiene, 1121 706.02(I) to 706.02(1)(3), 706.03(k), 822,
Applicant (See also Inventor; Pro se applicant).............. 605 2304.05
Abandonment notification ..........c.ccccceeerennnnn. 711.04(c) Inventor deceased..........ccocvvvvvrvevevieienennens 409.01(e)
Administrator or executor......... 409 to 409.01(f), 605.05 Assignment for examination
Age, special Status..........cccevrereiinencineeeee 708.02 Office of Initial Patent Examination ....................... 504
CItiZENSNIP ..o 605.01 Assignment to examiner for examination......... 903.08(b)
Common, at least one.......... 201.03, 201.11, 706.02(f)(2) Assignment to Technology Center
............................................. 706.02(k) to 706.02(1)(3) for examination.........................504, 903.08, 903.08(e)
Comments on statement of reasons for allowance Background of the invention............c.ccccceeenie 608.01(c)
........................................................................ 1302.14 Best mode.........ccooceeeeirniinininenen... 608.01(h), 706.03(C)
DiSCOUIMESY ..o 714.19, 714.25 Brief description of the drawings..........c.ccco..... 608.01(f)
Health, special status..........ccccveveiveiverieieiencienens 708.02 Brief summary of the invention..............c......... 608.01(d)
[ =TT 409.01(a), 409.01(d) British English spellings.........cccccoeveveveveieicnnnnn, 608.01
International application .............ccccoevveiiinnas 1805, 1810 Certified COPY...oivviiirciiiee s 608.01
.................................................... 1817.01, 1820, 1821 Claim omitted.........ccccoveierrccennsiennseneneneen.. 601.01(€)
JOINt .o, 201.02, 201.03, 2137.01 Claim terminology ........cccccovvvvineninniene 608.01(0)
Mailing address.........ccvvvvvvivsieeeeiereere e 605.03 Claims .....cccooevevviennns 608.01(i) to 608.01(n), 706.03(k)
Name change ........cccoceveveveinieenas 605.04(c), 719.02(b) Clarity and completeness, examiner’s action ........ 707.07
Other than inventor ............... 409 to 409.01(f), 409.03(b) Classification in Technology Center ................ 903.08(b)
Post Office address .........ccoevvreieiireiencneiieneieas 605.03 Common ownership ............ 324, 706.02(f)(2), 706.02(k)
POWer t0 INSPECT.......eviviieiicieeie e 104,106 706.02(1) to 706.02(1)(3)
Reply (See Amendment; ReplY) e ———————————— 709.01, 822
REQUIFEMENTS ... 2137.01 Completeness .................. 201.03, 201.06(c), 506, 601.01
RESIABNCE ...t 605.02 601.01(g), 608.01(p)
Self prosecuted application................... 707.07(j), 713.01 Conflicting, same applicant............c.ccoceevnnene. 709.01, 804
Signature.......ccceeevennne 605.04(a), 605.04(e), 605.04(F) 822, 822.01
Small entity Status.........cceeveivevvereiene s 509.02 CoNENt ..o Chapter 600
SOIB ot 201.01 Continuation (See also Continuation) ................... 201.07
Application Continuation-in-part
Abandoned (See Abandoned application) (See also Continuation-in-part)..........cc.ccoevrevnenns 201.08
Abstract of the disclosure..........c.ccocccveriiinnnne 608.01(b) DESIGN ottt 1504.20
Acceptance of 37 CFR 1.47 ......cccoovvvvvivinnne 409.03(h) Continued prosecution (CPA) (See also Continued
Acknowledgment.........ccoovveveiiiininneee e 503 prosecution application (CPA))
AAAress MISSING ......cvvereiiineinerese e 403 DESIGN .ot 201.06(d), 1502.01
Allowable except as to form.............c.c.... 706, 710.02(b) Continuity between applications ............cccoeevnnne. 201.11
Allowed Control 0f aCCESS.....cvvvveirreiseerrei, 101, 103, 106
Definition.......cccovve i 203.04 COPENABNCY ..c.vvcveeieeieie et 201.11
File wrapper data..........ccocoveivveiienniiieieenn, 1302.09 Copending, DEeSIgN ........covvrveineiieienerieesenieeennns 1504.20
OFdEriNG....ccveeeeeiiirieicire e 1306.03 Correction of inventorship ..........cccoceevvneinennnn, 201.03
REJECLION......eiveerceeieeeee e 706.05, 1308.01 Cross-noting
Amended definition ..........ccccveveveiein v 203.03 Data of parent application in file wrapper or PALM
AITangement ......coveveveieienese e 601, 608.01(a) bib-data sheet or PALM database...........c..cccenee.
Design application................... 1503, 1503.01, 1503.02 202.02, 719.02, 719.07, 1302.09
Assigned (See also Assignee; Assignment) Data of related application, updating ................. 201.11
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Application -- Application

Sec. No.
Foreign application, file wrapper/history notation
.................................................................. 202.03
Foreign application, oath....................... 201.14, 202.04
Description of the related art.............ccccceeeeenee. 608.01(c)
Design (See Design application)
Detailed description ...........cccccevvevereverinrennnn, 608.01(g)
DIStrBULION ..o 508
Divisional (See also Divisional application)......... 201.06
DESIGN ...ttt 1504.20
Drawings, NECESSAIY .........cooveerermeririeneeiinieeanes 601.01(f)
MisSing fiQUIES .....ccevvvvvveece e 601.01(g)
Effective filing date .......cccceevevveriennnnn 706.02, 706.02(a)
Electronic submission oOf .........c.ccoccvviiiinninciennnn, 1730
English [anguage..........ccococeveriiiniiiieneeece, 608.01
EXamination........cccccoeevevevcnin s, Chapter 700
G101 0] S 707.07(1)
Facsimile transSmisSioN.........ccocvvvvereenereienerieeens 608.01
Fee, filing (See also Fee) .....cooveeiiiiiincee 607
Field of the invention............cccccoveiiiiinnnnn, 608.01(c)
File wrapper continuing (FWC)........cccccevveene 201.06(b)
Filing date.......ccooovveiviencieieen, 201.11, 503, 505, 511
Filing receipt (See also Postcard, self-addressed)...... 503
Five year pendency ........ccccoccveeeerieneneenne. 707.02, 708.01
FONt. i 608.01
Foreign (See also Foreign application). 201.13 to 201.16
FOMML.ciiiicce e Chapter 600
Government-owned
SPECIAl ... 708.01
Incomplete .....coooveveeveieeee 203.06, 506, 601.01(d)
.................................... 601.01(e), 601.01(f), 608.01(u)
Definition......ccccoovvvviiiiicee 203.06, 506
Informal ... 506, 702.01
DefiNitioN.....cccoooveieeee e 506
Primary examiner’s attention required ................. 1004
SEArCH ..o 702.01, 704.01
SPECIAL .. 708.01
INSPECTION. ...t 103
International (See International application)
International Convention (35 U.S.C. 119)............. 201.13
Invalid 0ath ........ccooeiiiiii 604.06
Issue fee not paid (abandoned) ...........ccoceevrueneae 711.03(c)
Issue simultaneously with another application ... 1306.02
JUFISICTION. ... 1305
Mode of operation...........ccccceevvivviviveieericre e, 608.01(h)
National application...........ccocevvviiiiiiiie e, 201
National stage application............ccccocevereniicninnnnn. 201
New, definition ... 203.01
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Sec. No.
Nonprovisional ..........cccccevevevennnnnn, 201.04(a), 506, 601
NUMDET ..o 502, 503, 506
Status of application using ...........c.ccceeereennen. 101, 102
Omitted items....201.17, 601.01(d), 601.01(f), 601.01(g)
Ordered examination.............ccee.e.... 707.02, 708, 708.01
Overlapping
Common ownership ................ 706.02(f)(2), 706.02(k)
....................................... 706.02(1) to 706.02(1)(3)
.................................... 709.01, 715.01(b), 804.03
........................................................................ 822
Same applicant.........cccoceveieieiininnnns 709.01, 804, 822
................................................................... 822.01
Subject to joint research agreement ........ccccceeeverernne
.................................. 706.02(1)(1) to 706.02(1)(3)
................ 804, 804.02, 804.03, 2136.01, 2141.01
Pages MiSSING .....ccvevveveierirrese e 601.01(d)
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Cross referenCes ........coevveeeineicincecsees 707.05(e)
Data USEd.......coveverveiciericisie e 706.02(a), 707.05(e)
Decisions, orders, notices, memoranda................. 707.06
Defensive publications............cccccoeu..e. 711.06, 711.06(a)
Electronic RESOUICES.......ccevrieirieeieiieienie s 707.05(e)
EXamINer’s anSWEN .........cccoovverieiiereenene e 1208
Foreign language documents............ccocoeevrvrveenne. 706.02
Foreign patent data...........c.ccoeennene. 707.05(e), 901.05(a)
Foreign printed applications...........c.ccccceevvennne 901.05(b)
Form PTO-892 reproduced ..........ccocevveveireriennnnne. 707.05
INCOMTECT ...ovviieec e 707.05(g), 710.06
Literature, in specification............ccccocevvivnenn 608.01(p)
Mailing copy to patent owner..............ccce...e. 2206, 2208
MemOorandum .........ccocereereneienense e 707.06
NOLICES vt 707.06
Order of liStiNg ......cccooveriiiiiiieceee e, 707.05(c)
(O] 1] £ USSR 707.06
Patents series, U.S. (See also Patent) ...........cc....... 901.04
Periodical .........cccoevevviinecncecece, 707.05(e), 901.06
Prior art effect of international application...... 706.02(a),
....................................... 1857.01, 1896, 2136.03
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Citizenship of applicant -- Claim

Sec. No.
Prior art in application ..............cc....... 707.05(b), 1302.12
Priorartin patent..........cccceeveveienenn, 1920, Chapter 2200
Confidentiality .........cccovvveieiiiiiiiiiiee 2202, 2203
CONEENT .. 2205
Court deCiSiON.........covvireiiiieee e 2207
HaNAliNg ...ccveveeceecce e 2206
Parties Who may Cite.........cccceevvviveicvieicne e 2203
Service on patent OWNEr ..........coceeereeeeieeneneneens 2208
Time for filing ..o 2204
PUBLICAtIONS. ..o 707.05(e)
REFEreNCES. ....oiveviiireie e 707.05
Allowance in first action.........cc.coceevvviieienene 1302.12
From applicant...........cccoceeeevvnnnnnnn 707.05(b), 1302.12
Citizenship of applicant..........ccccccveviiniinniincnnn, 605.01
Civil action under 35 U.S.C. 145 ........ccccvvvvnirienene 1214.01
................................................ 1214.07, 1216, 1216.02
Civil action under 35 U.S.C. 146.......cccccvvvrevnenns 1216
ClaiM . 608.01(i), 608.01(k)
“Adapted for” clauses in ..........coevereriiennnn. 2106, 2111.04
“Adapted to” clauses iN.........ccccecvvervrennn. 2106, 2111.04
Added by amendment ..........cccccvveiiiiniicieien, 608.01(0)
Results in change of inventorship............c....... 201.03
Added in excess of number of claims previously paid for
.......................................................................... 714.10
After prosecution closed .........c..ccccvevenee. 714.16, 714.19
After prosecution closed, near end of time period
.......................................................................... 714.20
AQOregation .........coceveieienenieeieeeee e 2173.05(k)
Al allowed........ccooiiiiie e 710.02(b)
All canceled ... 711.01
Allowable except as to form...................... 706, 707.07(a)
.............................................................. 707.07(j)
Allowed, Rejection of .......cccceoevviiinnnne 706.04, 706.05
Allowed, Withdrawn appeal ............ccoccovenennne. 1215.02
Alternative phrase (See also Indefinite claim)
..................................................... 2173.01, 2173.05(h)
Amendment of (See also Amendment)...............c..... 714
ANAIYSIS .o 904.01
Antecedent basis (See also Indefinite claim)..2173.05(e)
Basis in description............cccoevveveriennn 608.01(0), 2171
Basis in disclosure ... 608, 2163.03
Breadth........cccooeiiniiine 2163.05, 2164.08, 2173.04
Broadening in reissue application........ 1412.02, 1412.03
Dependent claim........cccocevvvvnniivccicieeice e, 1412.03
Cancellation by examiner after appeal................ 1214.05
Cancellation results in change of inventorship ..... 201.03
Change after Board statement of allowability..... 1213.01
Rev. 6, Sept. 2007
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Sec. No.

Combination, old........cccccoevvivireiniieieece 2173.05())
Combination and subcombination.................... 806.05(a)
COMPIISING...ccvvveieirieieireee e 2111.03, 2173.05(h)
Considered in deciding reexamination request
................................................................... 2243, 2643
Consisting essentially of..........cccccoevevieviniinnnnn, 2111.03
Consisting of .......cccoeeviiiiiiiie 2111.03, 2173.05(h)
Construed in light of specification ................... 608.01(0)
................ 707.07, 804, 1206, 2106, 2111.01, 2111.03
....................... 2129, 2145, 2164.08, 2173.05(a), 2184
Copied from patent (See Claim presented corresponding
to claim of patent)

Correspondence with disclosure........... 1302.01, 2173.03
Defined by specification, term ...........cccoceevenen. 2111.01
Dependent .......ccocvviviiiieeee e 608.01(n)
Dependent, objected to when improper............ 608.01(n)

.......................................................................... 706.01
Dependent on canceled or rejected claim......... 608.01(n)

.......................................... 706.01, 707.07(j), 1214.06
Design application...........cccccoevvevvvirenenenn, 1503, 1503.01
Differing only by functional statement................ 2173.05
Diminishing SCOPe.......ccccoevereniriiieieeee 2173.05(h)
DisClaimer .......cccoeviiineincieiiee 706.03(u), 710.02(d)
Double inclusion ..., 2173.05(0)
Duplicate .....coevveveeveie e 706.03(k), 2173.05(0)
Each mentioned in letter.............ccocovviviinnnnne. 707.07(i)
EQUIVAIENCE ..o 2183
Excess added by preliminary amendment over number of

claims previously paid for .........ccccocecviinenns 714.10
Excess over fee after notice of allowance ........ 714.16(c)
Fees, dependent..........ccoceveviieninieiiicicsene s 608.01(n)
File wrapper notation ............ccccooevvieneinenecnne, 1302.09
Foreign priority (See also Foreign application).....201.13

.......................................................................... 201.14
FOMM e 608.01(m)
Function of maching.........cc.ccceevevcicicsnnnnn, 2173.05(v)
Functional.........ccccoooiiiiiiiiie, 2114, 2173.05(g)
Generic (See also Generic claim)...........c.c...... 806.04(d)

................................................................... 2173.05(h)
Illustrated by drawing.................... 608.02(d), 2173.05(s)
Improvement (i.e., Jepson claim) .........ccccveevirernnenn, 2129
INACCUNALE ... 2173.03
Incomplete.......cooveneiiiee, 707.07(j), 2172.01
INdefinite ....ccvvvvvcieeeee 706.03(d), 2173
Independent........cccoeveveievcce i 608.01(n)
INABX ettt s 719.04
Indirect limitation..............ccce.ee. 706.03(d), 2173.05(f)



INDEX

Claim presented corresponding to claim of patent -- Classification

Sec. No.
INFOrMAl ..o 702.01
International application ............cccccoeveveveieicnennnn, 1824
Interpretation................ 2111,2111.01, 2111.02, 2111.03
JEPSON . 2129
Linking.......ccoovvvvneienieceen 806.04, 806.05(c), 809,
......................................................... 809.03, 821.04(a)
Linking, GENEriC......ccoevvevrevieieresienne, 806.04, 821.04(a)
Linking, Traverse of rejection............cc.cceceeuenee. 818.03(d)
Markush ..o 2173.05(h), 2173.05(0)
(€1 1 oS 803.02
SUBGENUS. ...t 2173.05(h)
Y] o] 0] o AR 608.01(p)
Means (See also Means) .......ccccvvviveeiicie e 2181
MISSING +.vvviieiiieee e 601.01(e)
Multiple dependent............ccccovvivevevevcrieneeene 608.01(n)
Multiplicity .....ccoovevverieerecen, 2173.05(h), 2173.05(n)
Negative limitation ..........cccoeevvviiviieiircicniennn, 2173.05(i)
New matter..........coceveererennns 608.04, 706.03(0), 2163.06
Reissue application...........cccccveviinenicnennn, 1411.02
Nonelected invention..........ccccocevvvivvvsenennnnnn, 706.03(m)
............................................ 821.01, 821.02, 821.04(a)
Nonelected invention, Added...........ccccoverieeniennn. 821.03
NONSLALULOTY ....oveeieeieie e 706.03(a)
................................................................ 2105 to 2107
Nonstatutory, Cancellation ............cccccoeevenene 1302.04(b)
NUMDBEIING ...vveecicece e 608.01(j)
Objection contrasted with rejection ...................... 706.01
Official Gazette (O0.G.)..cccceveveiiiiiiieieeeeene, 1302.09
Omnibus claim ... 2173.05(r)
Ordinary and customary meaning............. 2106, 2111.01
Original ..o 608.01(1)
Patentably diStinct............cocoooeioiiiiiniiie 706.03(k)
Plain meaning of claim term...........cc.cccooennenen. 2111.01
Plant application ..........cccccocvvreinenenncnen 1605, 1610
PlUral.....coveeee e 706.03(k)
Priority (See also Foreign application) .... 201.13, 201.14
Product, Functional.............ccoeeiovnininiiienceeee, 2114
Product by process..........ccoceevvereinennns 2113, 2173.05(p)
Prolix (See also Indefinite claim) .................. 2173.05(m)
RANGES ... 2131.03, 2145.05
Reference numerals included....... 608.01(m), 2173.05(s)
Reissue application
NUMDBEIING ..o 1453, 1455
Original claim subject to reexamination............... 1440
Printed in Official Gazette ............ccoceevvrvivinrnnne, 1455
Same invention as original patent.................... 1412.01
Underlining and bracketing ...........c.cccceuee 1453, 1455
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Sec. No.
] [<101 £ o 706, 2121 to 2186
Relative terminology .........cccccooeviniiiiiinnnnne 2173.05(b)
Renumbering at iSSUe ..........c.cccvveneee. 608.01(j), 1302.01
Renumbering dependent.................... 608.01(n), 1302.01
Single Means ........cccoevvireiinciene, 2164.08(a), 2181
Single SENtENCE......ccvvevvceceee e 608.01(m)
Species, how recognized................... 806.04(e), 806.04(f)
Species (plural) added ...........ccoceovvriniiiennn, 818.02(b)
Statutory requirement...........cccooevvereiicnnnnnn. 608.01(k)
Subgenus (Markush type).........c.ccoeevreninennen. 2173.05(h)
Subject matter eligibility .........ccccccoeveiiienenn. 706.03(a)
Suggested for interference............ 2304.03 to 2304.04(b)
Failure to make ........cccooeiineiiinceee 706.03(u)
Time limit......ooooii 710.02(c)
Summary of invention, consistent................... 608.01(d)
Terminology basis in description ..................... 608.01(0)
..................................................... 2173.01, 2173.05(a)
UNSUPPOItEd ........evveieeiiieieisieieiceenns 2163.01, 2173.03
USE ClaIMS ..., 2173.05(q)
Vague (See also Indefinite claim)..706.03, 2171 to 2173
Varying SCOPE......ccueruererierientenieeeeee e sie e e 608.01(m)
“Whereby” clauses in.........cccocevvvnenennne. 2106, 2111.04
“Wherein” clauses in.........ccccoeereneenen. 2106, 2111.04
With motion granted in part ...........ccocoeeiiennenen. 714.20
Withdrawal of appealed claim.............. 1214.05, 1215.03
Claim presented corresponding to claim of patent (See also
Interference).......cceovvveevcneiccnnnn, 710.04(a), 2304.4(a)
Appeal of reJection .........ccoeevvvrenincincnn, 1205, 1210
Disclaimer rejection ..........ccocevveevenvienencsennnn, 706.03(u)
Late amendment.........ocoovvvrvenneinnnee e 714.19
Not a reply to Office action..........ccccceeeveiennne 711.02(b)
Patent in different Technology Center ........... 2304.01(b)
Period for reply .......cccovvvvineinnenn 710.02(c), 710.04(a)
Prosecution Closed..........cccovrvvineiicneiiicncicnieas 714.19
] 1<1o1 o] o 2303
TC Director’s attention .........c.ccccoveveienereenecnnen, 1003
Rejection, Failure to reply t0.........cccveveiniennne 706.03(u)
SPECIAL ..ot 708.01
TC Director’s attention required ...........cccoeeevrvinenins 1003
Time limit for reply ..o 710.02(c)
Claiming same invention.................. 706.02(f)(2), 706.02(k)
...................................... 706.02(1) to 706.02(1)(3), 715
ClaSS, SCOPE ...vvrveveivirieiiiierieieete et 903.02(b)
Class, transfer ... 903.05
Class definitions .........ccovoveerreierneee e 902.02

Classification (See also Patent classification).... Chapter 900
Application (See Classification of application)
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Classification examiner -- Common knowledge, use in rejections

Sec. No.
BaSIS. .. 903.02
BUITELIN .o 902.04
DEfiNItioNS ...vcveveviececeece e 902.02, 902.02(a)
DESIGN .. 903.09(a), 1503.01
Examiner (See Classification examiner)
FOreign patents.......ccoveveveverese s 903.03
Harmonized subclasses............coooeviiiiiininnn 903.06
Index to U.S. Patent Classification ................... 902.01(a)
Classification, International..............cccccooerrnene 903.09
INAICES....e i 902.03
INfOrmation ........ccccvveveveie v, 902.03(a)
Insight on USPTO Local Area Network........... 902.03(c)
INternational ..o 903.09
Issue classification form/sheet/slip ......903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
Locarno International............cccccovvevereerereninnnn. 903.09(a)
MaNdatory .......cccoveeeieiece e 903.07
MaANUAL ..ot 902.01
Patent classification Home Page on the Internet
...................................................................... 902.03(a)
Nonpatent lIterature ..........ccoceevvereieneneieneniee e, 901.06
Numerical INdeX........ccccevvvieiicieeiee e, 902.03(c)
OFAEIS .. e 902.04
Patent, Change of ..o vrviininnrceeeeeenen 903.05
Patent Classification Home Page on the USPTO Intranet
...................................................................... 902.03(b)
PriNCIPIES ..o 903.02
REVISION ..o 903.02(a), 903.02(b)
Rules governing applications.............cccceevvenen. 903.08(e)
Statutory authority ........cccccevevevie v 903.01
SUBCIASS HIStS......ocviiieiieicece e 902.03(c)
Classification examiner
Decision on classification............. 903.08(d) to 903.08(e)
Patentability report...........ccoovoiinciincnnn 705.01(a)
Classification of application...........c.cccceevvvrnnnne. Chapter 900
Allowed application............c.cccenneen. 903.07 to 903.07(b)
.............................................................. 1004, 1302.10
Amendment affecting ... 903.08(c)
Borderling .......ccovevveeeiei e 903.08(a)
By applicant..........ccocvvviiiieiee e 601
Cross-referenCing.......c.ocoovveveieieneiesesiece e 903.07(a)
Disputed.......ccoveiviierieiiieieesee e, 903.08(a), 903.08(d)
File wrapper data .........ccocoovieneiiiinnineceee, 719.03
Improperly classified ..........cccocvvvvnivniviicienennn, 903.08(a)
In another Technology Center at allowance
............................................ 903.07(b), 903.08(a)
Rev. 6, Sept. 2007
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Sec. No.

New application, by Office of Initial Patent
Examination...........cc.cceeeeuene 903.08(a), 903.08(e)
New application, by SPE...........ccccocvvvniinenn 903.08(b)
Post Classifier ... 903.08(e), 903.10
Preliminary ... 601
RUIES GOVEMNING ..o 903.08(e)
Transfer to another Technology Center............ 903.08(a)
..................................................................... 903.08(d)
Classifier, POSt........ccocveviiiciece e, 903.08(e), 903.10
Clean copy of specification .................... 608.01(q), 1302.02
Clearance for new law interpretation...........cccccceveeienens 1208
Closed prosecution except for formal matters........ 707.07(j)
................................................ 710.02(b), 714.14
Prosecution not closed...........ccccoeviirenccniennnn 707.07(j)
Closing of Patent and Trademark Office ............ 201.13,510

Code of Federal Regulations (CFR) (See Rules, Patent
(Code of Federal Regulations))

Coinventor, Power of attorney...........ccoceeevvenenneenn 402.01
Collateral estoppel (See also Estoppel) ........ccoveuneee 2012.01
EX parte reexamination ..........ccccceevevevievennsiesnenenns 2259
Inter partes reexamination .............ccoccveevereneniennnnn 2659
Combination and aggregation............ 2173.05(j), 2173.05(k)
Combination and subcombination........................ 806.05(a)
............................................ 806.05(c), 903.02(b)
Comments on tests or examples .........ccccecvvevvinnne. 707.07(1)
Commercial activity as on sale (See also On sale)
........................ 706.02(c), 2133.03 to 2133.03(e)
Commercial exploitation as on sale
(See also On sale) ......ccccvvveecnennns 706.02(c), 2133.03(e)(1)

Commercial success of invention, affidavit alleging (See
also Affidavits, traversing rejections (37 CFR 1.132))
........................................................... 716.03, 1504.03
Commissioner for Patents
(See also Director of the USPTO; Office of the

Commissioner for Patents).................. 409.03, 708.01
................................................ 720.01, 720.02, 720.03
Duty of DiSCIOSUIE 10 ......eveeiriiiciieeeeiee 2001.03
Mailing address ........cooveveiiireieneeere e 501
Statutory BasiS........cceevveviiieireeeee e 1001

Commissioner initiated reexamination (See Director
initiated Reexamination)
Commissioner for Trademarks
Petitions decided by
Commodity Control List (CCL)
Common applicants......... 715.01(a), 706.02(f)(2), 706.02(k)
....................... 706.02(1) to 706.02(1)(3), 709.01, 2137
Common knowledge, use in rejections..................... 2144.03



INDEX

Common ownership -- Continuation

Sec. No.
Common ownership ......706.02(k), 706.02(1) to 706.02(1)(3)
............................................................................. 2137
Conflicting claims.........cccccooeieveicnnnn 303, 706.02(f)(2)
.......................... 706.03(k), 709.01, 804, 822, 2304.05
Evidence required for establishing................ 706.02(1)(2)
Common representative for international application............
................................................................ 402.09, 1807

Communication with suspended or excluded attorney or

AOBNT ..ot 105
Communications, official mailing address for ............... 501
Communication via Internet..........cccoceevvereiieieennn. 502.03
Comparative tests (See also Affidavits, traversing rejections

(837 CFR 1.132)) c.ovcevieieeseeee e 716.02(b)
Complete application ........ 201.03, 506, 601.01 to 601.01(g)
Complete British specification............ccccceevvivivinnnenn 201.15
“Comprising” as transitional phrase............c.cc.c...... 2111.03
“Comprising” in Markush claim ............cccccoeni. 2173.05(h)
Compact disc submissions ................ 608.05, 2421.04, 2425

AmendmentS t0......ocvviceeieee e 608.05, 2426
Computer programs .........ccceeeeeresiesreenens 608.05(a), 2425
REQUITEMENTS ....ovicveecieeeee e 608.05
Sequence LisStingS .....cccovvveveiicieiecie e 1823.02
................................................ 2420, 2422.03, 2424.01
Tables.....coovveiriniiiine, 608.05(b), 1823.02, 2424.01
Computer generated iCONS.........ccccevervrererennnnan 1504.01(a)
Computer programs or software
Adequate diSClOSUre.........coerereieniieiceieeen 2164.06(c)
Affidavit practice........ccooovniviiiiiniiiiee 2164.06(c)
BeSt MOGE ..o 2161.01
Deposit of listings........ccccvvevvvrvrvnnnnnn. 608.05, 608.05(a)
Enablement ............cccooeveiiiiiicie, 2161.01, 2164.06(c)
Patentable subject matter ..........ccccooeveiiiiiiienee, 2106
Printed in PG-PUb ........c.cccooiiiiiiicneeeeeee e, 1121
Undue experimentation...........ccccoceveieiereenne. 2164.06(c)
Written description .......cccceveveveveve s 2161.01
Concealment.......coccovvereivneneiinecsins 608.01(h), 2138.03
Conception ......ccceeveerveeennnn, 715.07, 2138, 2138.01, 2138.04
Concordance, International and United States classification
.................................................................. 903.09
Concurrent Office proceedings ........cccovevvevvereresieriennnns 2282
Conduct of ex parte reexamination proceedings ........... 2254
Conduct of inter partes reexamination proceedings...... 2654
Confidential citation of prior art............ccccceeeee. 2202, 2203
Confidential material..........ccccccoovevrennne. 121, 724 to 724.05
Confidential material submission.............c.c....... 121, 724.02
Confidential party of interest...........ccococvvervrennn. 2202, 2203
Confidential status of application............... 101, 706.02(f)(2)

1-19

Sec. No.
Same applicant................... 706.02, 706.02(c), 706.03(k)
............................................. 709.01, 804, 822, 822.01
RUlE 1.53(0)...ccveiveieieiieicesiee e 201.06(d)
Confidentiality, pending applications................ Chapter 100
Confidentiality of international applications ................... 110
Confirmation NUMDET ........cccoovriiinerese e 503
Conflicting applications, same assignee............cccccevvennene 303
................................... 706.02(f)(2), 706.02(k), 709.01
................................................ 715.01(b), 804.03, 822
Conflicting oaths or declarations.............ccoeveevrvinennn. 201.03
Congress, Inquiry on status of application by member of
............................................................. 203.08(a)
Conservator, Authority recorded ............c.ccoveriinnnn. 409.02
Conservator, Legally incapacitated inventor .............. 409.02
“Consisting essentially of” as transitional phrase.....2111.03
“Consisting of” as transitional phrase....................... 2111.03
“Consisting of” in Markush claim ....................... 2173.05(h)
Constitutional basis for patents..............cccceeue.. Introduction
Constructive election (See also Election of species)
.................................................... 818.02(a), 818.02(c)
Constructive notice to patent owner of request for
reexamination .........c.ccoceveeveneeieieenennene 2230, 2630, 2654
Constructive reduction to practice ..........c.ccevvvvrvevnnenn. 715.07
Consular certificate..........ocvvvvvivrierieiieeieiere e 604.04
Consular certificate, Foreign executor or administrator
.................................................... 409.01(b), 409.01(d)
Consular certificate, Omission of ...........c.cccceuenee. 604.04(a)
Consular OffiCer ......ccveveiiiire e 604.04
Content of ex parte reexamination request.................... 2214
Content of inter partes reexamination request............... 2614
Continuation .........ccccceeevveenennn. 201.06(c), 201.07, 601.01(a)
Assignment carried from parent................... 201.12, 306
Continued prosecution application (CPA)........ 201.06(d)
COPENAENCY ..ot 201.11
Cross-reference to prior application...................... 201.11
DEFINItION ..o 201.07
DESIGN .o e 1504.20
Effective filing date..........cocooviniiiiniiiiies 201.11
File wrapper continuing (FWC) .......cccccoovvenene 201.06(b)
File wrapper/history notation ...........ccccceevvvvvnnnnnn. 202.02
Final rejection on first action............cccceceevenine 706.07(b)
Identification on letter of transmittal .......................... 506
Inspection of parent...........ccccoevveneineneinee e 103
Inter partes reexamination of ...........ccoceevviviveinene, 2611
International application...........ccccccvvvinirnnnnne 1817.02
International application as parent .......... 201.11(a), 1895
Inventor, at least one in common .............cccceeeeeee 201.11
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Continuation-in-part -- Copending U.S. application

Sec. No.
NEW Matter......cccovvivererierieerese e 201.07, 608.04(b)
Oath .. 602.05(a)
OWNEISNIP ... 201.12
Parent application data in specification ................ 201.11
Parent application data noted in file history/wrapper
........................................................... 202.02, 1302.04
Reference to parent application .........c..ccccevvevnenen. 201.11
Reference to parent application inadvertently omitted
........................................................................ 1302.04
REISSUE.....cveveeiiiieiee e 1414, 1441, 1451
RESIFICHION ...t 819
Rule 1.53(1) ..cooviveiiieiecee e 201.06(c)
RUlE 1.53(d) .vcveveeieiirieiriee e 201.06(d)
Rule 1.60 application, FOrmer ...........cc.ccevenen. 201.06(a)
Rule 1.62 application, Former ..........c.ccccceveene. 201.06(b)
Terminal disclaimer, effect in........ccccccvvvicniinnenn 1490
Time for filing.....cccoooveviie 201.11
When patented, opens parent application to public
INSPECTION ..o 103
Written description requirement ..........cc.ccoevevnene. 201.11
Continuation-in-part..........ccococeverveienennns 201.08, 601.01(a)
Assignment from parent does not apply ........c...e..... 306
COPENABNCY ...t 201.11
Cross reference to parent application.................... 201.11
DEfiNitioN......cccoiiiiece e 201.08
Design application ..........ccccoeeveviveneiineneienes 1504.20
Effective date........cccceeerrcennn. 201.11, 706.02, 2133.01
File wrapper continuing procedure.................... 201.06(b)
File wrapper/history notation...........cc.ccoeeeveinen. 202.02
Filed by aSSIgNEE......cceverevirrce e 324
Identification on letter of transmittal ............cc.......... 506
Inspection of parent ...........ccccooeviiineneienee e, 103
Inter partes reexamination of ............c.ccoceeveiiennne, 2611
International application .............ccocevvirenennne, 1817.02
International application as parent.................... 201.11(a)
Inventor, at least one in cOMMON...........ccceevvvennnn. 201.11
OWNEISNIP ...ttt 306
Reference to parent application ............c.ccceevenne 201.11
Rejection over published priority document....... 2133.01
Rule 1.53(0) ..vvovevcieee e 201.06(c)
Rule 1.62, FOrMEr ......cooviieeireecsee e 201.06(b)
Time for filing......cccoovveiiinic 201.11
When patented, opens parent application to public
INSPECLION ..o 103
Continued Prosecution Application (CPA)......... 201, 201.06
...................................................................... 201.06(d)
Amendments before first Office action............. 714.01(e)
Rev. 6, Sept. 2007
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Sec. No
Application NUMDBEr........ccceiiiiiiiece e, 503
Assignee right to take action .........cccccoeveeeeicienenn. 324
Certificate of mailing or transmission ............c.cc.e..... 512
Complete non-provisional application .................. 601.01
..................................................................... 601.01(a)
Continuation-in-part not permitted..............c.c....... 201.08
Continuity with parent............cccoceveiennenenenenn 201.11
COrrespondenCe.........coevrerveereeeinieeeeneens 502, 502.01
Cross reference to previous application ................ 202.02
Design application...........ccccccevvvnnne. 201.06(d), 1502.01
Eliminated for utility and plant applications .... 201.06(d)
Express abandonment of prior application............ 711.01
..................................................................... 711.02(b)
Fees
As of the filing date..........ccccceveveiieiieininn, 2164.05(a)
Reissue application ...........ccccevvvenieieninnesesnnnnn, 1415
FOreign Priority ......coceveieiiniiieee e 201.14
Improper CPA treated as RCE ......... 201.6(d), 706.07(h)
Information disclosure statement in parent .......... 609.02,
707.05
Inter partes reexamination of ............ccoccocvviiinnnene 2611
Patent term ..o 1303, 2701
Plant application, no longer available .............. 201.06(d)
PHIOFITY oo 1302.04
Published as PG-PUD ........ccccoovviiiiinicic 1120
REISSUE ... 1430
Restriction requirement in prior application............... 819
Suspension of aCtion............ccccevveriirensieneeeee 709
Terminal disclaimer, effect in ........c.cccocveevviiveeineens 1490
Utility application, no longer available............. 201.06(d)
Continuing application ................. 201.11, 1302.12, 1302.04
SPECifiC reference......oocovvevciviicireeee 201.11
Continuing data (See also Cross-noting) .................... 202.02
Continuity between applications............cc.cccveervinnenn. 201.11
Control of inspection by assignee.........ccccevvvvvevvevverienenn, 106
Convention, International (See also Treaties)............. 201.13
Converting nonprovisional and provisional applications
.................................................... 201.04(b), 601.01(c)
COPENABNCY ..vvevevesieeeeereeeee e ste et seens 201.11
Copending U.S. application
Common ownership .........cccceenee 706.02(k), 706.02(1)(2)
Design application...........ccccceveieniieicneneneenn 1504.20
Different inventive entities...........cc.ccevenne. 706.02(f)(2)
................................................ 706.02(k), 706.02(1)(3)
Duty of disclosure in.........cccevevevcnieveninnnn, 2001.06(b)
Terminal disclaimer practice........cccccvvvvevienviieinenns 1490
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Copied patent claim -- CREATE Act

Sec. No.

Copied patent claim (See Claim presented corresponding to
claim of patent)

COPIEE COPIES. ....viuveeeiiesiisieeiieeeie e 714.07
Copies of prior art with reexamination request
EX PAM. .o 2218
INEEE PAITES.....cvieieeeee e 2618
Copies of published applications...........cccccveeveininannns 1128
Copy of foreign application, certified .............ccceeee 201.14
Copy of printed patent in reexamination
EX PAM...cciieiee 2219
INEEE PAITES.....evieie e 2619
Copying ex parte reexamination file by public............. 2232
Copying inter partes reexamination file by public........ 2632
COPYFIGNES...cvviiiicec e 608.01(v)
Relationship to design patents ........cccccocevvrererinnnn. 1512
Correction of drawing ........ccccocvvevvevinnnnns 608.02(p), 1302.05
Annotated SheetS......cccoeveveveieie e, 608.02(v)
Approval by examiner ..........ccoccoeeeonieiiienenn. 608.02(x)
Corrected stamp no longer required.................. 608.02(0)
Deferrable .....cooovevvevviiiciiiies 608.02(b), 608.02(p)
Marked-Up COPY ....cceovvvieiieieieie e sie e 608.02(v)
NEW MALLET.....coviiieiiescecee e 608.04
NOt APPrOVEd ..o 608.02(x)
OFder fOr .oveiiiiece e 608.02(x)
Replacement Sheets.........cccocevvvvrvenenn 1302.05, 1303.01
Required by drafting .........cccoceevvierniviiencicinnn, 707.07(c)
Correction of inventorship
Application ........ccoceeeieiiieiiee 201.03, 605.04(g)
Consent Of aSSIGNEE .......ooviverieireieere e 201.03
Continuing application..........ccccecevvrievinsvsesnennne, 201.03
During ex parte reexamination ..........c.ccccoceevenenn. 2250.02
During inter partes reexamination............ 2658, 2666.03
In a patent
By a certificate of correction................. 1412.04, 1481
By filing a reissue application............... 1402, 1412.04
MISJOINAET ... 1412.04
PTO Procedure.........couvrevneneinieneiseecniens 605.04(Q)
Correction of name.................. 201.03, 605.04(b), 605.04(c)
Correction of patent..........cccccoovevvevevevcninnennnns Chapter 1400

By reexamination (See Reexamination, Ex parte;
Reexamination, Inter partes)

By reissue (See also Reissue application)... 1401 to 1470

Certificate of correction 1480 to 1485

Statutory disclaimer (See also Disclaimer; Terminal

AISCIAIMEN) ...iiciiiieice e 1490
Correction of PG-PUb.........cccoiiiiiniiic e 1130
Correction of reference citation................. 707.05(g), 710.06
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Sec. No
Correspondence (See also Mail stop)
Address of PTO ... 501, 502
Address in secrecy order applications........................ 120
Address of patent OWNEr............ccovvrernenensenieee 2622
Address, official mailing ..........ccocoevvevviviieiiniieien, 501
Address of a law firm ..o 403
ASSOCIAtE AtEOMNEY ..ot 403.01
Boxes (See Mail stop)
Continuing application ...........ccccocevvrinicnnnnn, 201.06(c)
Crossing in Mail ..o 714.05
Duplicate filings.......cccecvvvrvnnnn. 403, 502.04, 714.01(a)
Electronic mail ....... 502.03, 713, 713.01, 713.04, 713.05
Facsimile transmission ...........ccocvvvveie e nencne, 502.01
Identifying with issue batch number (no longer required)
........................................................................ 1303.01
Maintenance fEe ......oovvverieresee e, 2542
Plural attorneys.........ccccooeverenieninenieeeeee e 403.02
Post AIOWANCE. ..o 502, 1306
Published application ............ccccocviiiiniiiieiies 1134
Receipt and handling...........ccccevvvveicninnnnn, Chapter 500
Reexamination, ex parte.........cccceveveenerenesiesnevenes 2224
Reexamination, inter partes.........ccccccecevevvseseevnne. 2624
Signature requIrements.........ccoceveeeeierene e seenienns 502.02
Third party, application published..............ccccooene. 1134
With whom held...........ccooooiiiiii e 403
Counter-terrorism inventions, special status............... 708.02
CouNtING BCHIONS ......eiuiiiiiiiie e 1705
Countries for foreign priority.........ccccoovvevenincnienens 201.13
COUNLLY COUBS ..ottt 1851
(@00 TUT o o] - Introduction
Court decision
Certificate Of......ccooviieiiii e, 1216.01
Citation Of ....ccveieee 707.06
Dissemination Of ........c.ccoeeveneni i, 1720
Entry in patent file.........ccocovvviviircienc e, 2207
Treatment OF .......ooviieie e 1721
Unpublished decisions............cccoceviieneieninienceene 2677
Court of Appeals for the Federal Circuit (CAFC)
..................... 711.02(b), 1002.02(k)(1), 1002.02(k)(3)
............................................... 1214.06, 1216, 1216.01
Appeal to, from an ex parte reexamination.............. 2279
Appeal to, in an inter partes reexamination
................................................................... 2682, 2683
Court ordered inter partes reexamination................. 2686.04
Court papers, service on DireCtor ..........cococvveivreriennns 1216
Cover sheet — provisional application.................. 201.04(b)

CREATE Act (See Joint Research Agreement)
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Credit Card Payment Form PTO-2038 reproduced -- Decision

Sec. No.

Credit Card Payment Form PTO-2038 reproduced......... 509
Criteria for deciding ex parte reexamination request.... 2242
Criteria for deciding inter partes reexamination request
Cross appeal to the Board of Patent Appeals in inter partes
FEeXamMINALION .......cvvveiieieirie s
Cross appeal to the Federal Circuit in inter partes
FEEXAMINALION ...
Cross-noting
Data of parent application on file wrapper/history
........................................................... 202.02, 1302.09
Data of provisional application in specification.. 1302.04
Data of provisional application on file wrapper/history

.......................................................................... 202.02
Data of related application in specification........... 201.11
........................................................................ 1302.04

Foreign application cited in an application oath
............................................................. 201.14, 202.04
Foreign application, file wrapper/history............... 202.03
In original patent file of reissue application.......... 202.05
Reissue applications...........c.ccocevvvierenieiesennans 1451, 1455
Specific reference .......ccovvvvvveiiiiecc e 201.11

Cross-reference
Another application (See also Cross-noting) ...608.01(p),
................................................................... 1302.04
Art ColleCtion ..o, 903.02(c)
Atallowance.........ccoovviiiiicicicie 903.07, 1302.04
CIEING oo 707.05(e)
Noted during examination ............ccoceeevrennne. 903.07(a)
Required for all claimed disclosure .................. 903.07(a)
Crossed Mailings ......cccccvveieeieeiieiecece e 714.05
Customary meaning of claim term................. 2106, 2111.01
Customer Numbers............. 402, 403, 711.04(c), 2515, 2540
Change of address.........ccoevviireiiiineineneseens 601.03
Correspondence relating to ...........ccoeveevevveveiesieiennnns 403
Customer Service Center.................. 104, 508.04, 608.02(z)
..................................... 714.13, 1430, 1470, 1730
Customer Window ... 103, 501, 502, 505, 710.02(e), 714.13
................................................... 1430, 1470, 2422.09
D

D-10 NOLICE....civeiieiee e 130, 1304.01
D-11 NOLICE....e i 1103
Damage, Proof of irreparable..........cccccceceveieinnnns 409.03(g)

Databases (See Electronic databases)

Rev. 6, Sept. 2007
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Sec. No.
Date
AMENAMENt.....cviiiiiiieee e 505, 511, 512
............................................ 710.01(a), 710.05, 714.18
Citation of foreign patent ................ 901.05(a), 901.05(b)
CONVENLION ..o 201.13
Filing oo 201.11, 502, 503, 505, 506
...................................................... 506.02, 1002.02(b)
Filing, Refusal to accord ...........ccccevenirnene 506.02, 2133
Foreign application (priority) ...... 201.13, 201.14, 201.15
INVENTION ..veeivie e 2137,2138
Maintenance fees due.........cocovvvvrerviiiencineneenen, 2506
OFfice aCtiON......oviiicicc e 707.11
Office Stamp......cccoeveieieniiee, 502, 505, 506, 714.18
Reference.......cccocevvevevernennn. 706.02, 707.05(e), 707.05(f)
................................................. 715, 715.01, 715.01(c)
Technology Center stamp........ccccoceverierienierieseannns 714.18
Date no longer entered on drawing............cccceeve.ee. 608.02(0)
Date of execution of 0ath...........cccoeeeriiiiiiiiiicic 602.05
Date stamp, Technology Center ...........ccoceevvereienennae 714.18
Death of attorney .......ccccvviviveieicerc e 406
Death of inventor (See also Administrator or executor)
........................................................... 409 to 409.01(f)
Deceased inventor
Allowance not withdrawn ...........ccccceecvvcevvrnnenn 1303.03
Legal representative as applicant ............ 409.01(a), 1820
Proof of authority of..........ccocevveviiiiiie, 409.01(b)
Legal representative refuses to sign ................ 409.03(c)
Deceptive intent (See also Fraud; Inequitable conduct)
Biotechnology process .........ccoceevvevveneicnennnn 706.02(n)
Foreign filing licenses.......c.ccoovevevvvivinenns 140, 706.03(s)
INVENTOISHIP.....oiiieee e 201.03
REISSUE ...t 1402, 1414, 2012
Decision
By Board of Patent Appeals and Interferences......... 1213
........................................................................ 1302.14
Dissemination Of .........ccococvivvviiieneiciese e 1720
EX parte reexamination .............cocoeeneneiineneens 2277
Inter partes reexamination ..............cc.coeee... 2681, 2682
Reconsideration of ...........cccccoevviiniininninenn, 1214.03
Treatment Of ..o 1721
CIALION ... 707.06
Ex parte reexamination rehearing request................ 2240
Governs examiner’s action.........c..ccoceeeveeenne. Introduction
LiSted. oo Appendix Il
Ordering ex parte reexamination.............c.ceeeeeneee 2246



INDEX

Declaration -- Deposit rules

Sec. No.

Ordering inter partes reexamination (See
Reexamination, Inter partes: Decision on the request
for reexamination)

Public availability ..o 103
Publication of ..., 707.06
Declaration (See also Oath)..........ccccvevvvviivevvicineieins 602
After appeal ... 1211.02
AMENAMENT......ceiiiiiiiiireee e 602.01
Attached to specification .............cccocveiiinenne 605.04(a)
Change of inventorship.........cccoeniiiiiiincnnn, 201.03
Copies, filing Of ....cccooviece 602
Copies from prior application...............ccccceeniae 201.06(c)
Date of eXECULION .......coviiiriiiiireeieee e 602.05
DEfECHIVE ..o 602.03
Delayed filing ......ccccoevvvriieirceseeeee e 506
Executed before alterations made...................... 605.04(a)
Facsimile transmissSion.........c.ccovvvvveivnerienens 502.01, 602
Foreign priority applications listed ....................... 201.14
......................................................... 201.14(c), 202.04
International application......... 1820, 1893.01, 1893.01(a)
....................................... 1893.01(a)(1), 1893.01(a)(2)
............................................ 1893.01(a)(3), 1893.01(e)
................................................ 1893.03(a), 1893.03(b)
................................................ 1893.03(g), 1895, 1896
Inventor refuses to sign or cannot be found............... 603
T g o] g VT 409
NON-ENGlish ... 602.06
Plant patent application...........c.cccoeveiiinnenciennne, 1604
Refers to preliminary amendment............. 601.01(a), 602
Reissue application .........c.ccceevvvvvrnnnnnn, 706.03(x), 1414
.................................................... 1414.01, 1444, 1455
Signed before alteration .............cccceoeieiiiennne 605.04(a)
SUBSEITULE ..o 602.02
Declarations, conflicting ...........ccocoevvevevnieicreien 201.03
Declassified Matter..........ccocevvevievieniniesieeieeieneinens 707.05(f)
Dedication to the public ........cc.ccocevvviencieiiiiceen, 715, 1490
Defective 0ath ... 602.03
In reissue application ...........cococvevvineniicscenn 1414
Defects, correction of, in request for ex parte reexamination
............................................................................. 2231
Defects, correction of in request for inter partes
FEEXAMINALION ... 2231
Defense, applications affecting ............... 115, 120, 130, 140
Defensive publication citation.............cc.ccocvvevrennns 711.06(a)
Defensive publication program ..........ccccceeevieeeniennnnen, 711.06
Deferral of examination ..........c.ccocevvviveiinieisineieeieas 709
Definition of Class ..o 902.02
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Sec. No.
Delegation of Director’s authority ..........cc.ccoevevennne. 1001.01
.............................................................. 1002, 1002.02
Demonstration at iNterview...........ccooeeererenciencneenn 713.08
Denial of request for reexamination ............... 2247, 2247.01
.............................................................. 2647, 2647.01
Department of Energy (DOE).......cccccvvvevenvninnnenn, 115, 140
..................................................... 150, 151, 706.03(b)
Department of Commerce, Organization Orders
30-3A CItEU ... 510
30-3B CIteA ...oeveiececr e 510
Dependent claim........cccccovvvviviinnvcinnecceccsece e, 608.01(n)
Objected to when base claim is canceled ......... 608.01(n)
...................................................................... 707.07(j)
REISSUE .vvieeeieee e 1455
Treatment in inter partes reexamination ............. 2660.03
Dependent claim, objected to when improper ....... 608.01(n)
.................................................................. 706.01
DepOSit ACCOUNT .....ccveveriireieiirieieie et 509.01
AUthOriZationsS.........cccvvvevee e, 509.01, 1302.04
Extensions of time.........ccccccvvivicnciecccc e 706.07(f)
International applications........... 1827.01, 1850, 1875.01
ISSUE TEE...cvvivicicee e, 1303, 1306, 1308.01
Maintenance fee ........ccooeveveieienennnne 2510, 2515, 2522
L@ o[\ o P 509.01
Petition T8 ...oov v 711.03(c)
REFUNS ..o 509, 607.02
Replenishment...........ocoooiiiiiniiieiccee 509.01
Mailing address.........cocovveriiniiiine e 501
Deposit Account DiViSION.........c.ccveririneiiieicicsieeas 509.01
Deposit of microorganisms (See also Biotechnology)
.................................. 1605, 1823.01, 2402 to 2411.05
Deposit of correspondence ..........cccooeeeiereneneneseneenns 502
Depositions
EVIAENCE ..o 1901.02, 2013
OF XAMINET i 1701.01
Deposit rules (See also Biotechnology)........... Chapter 2400
Acceptable depository .........coccooviviiieieieicie s 2405
Background information ............cccoceeveniicnennennen, 2401
Biological material, definition............ccccccoeverennenn. 2403
Biological material, made or isolated without undue
EXPErimentation ...........cccvevvevieievesesese e 2404.02
Budapest Treaty (See also Treaties).........cccceevvrenenn 2402
Budapest Treaty depoSitories ..........cccvvevrerenieennen. 2405
Depositories, Current list of Budapest Treaty .......... 2405
Effective date .....c.ccoovvvereivineceeeee, 2401, 2402
EXamination procedures..........coevvverieiesereeesieennen, 2411
AFEEr grant.......cocooe e 2411.04
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Deputy Director of Patents and Trademarks -- Design application

Sec. No.
Application in condition for allowance except for
dEPOSIt.....ccvicicecreece e 2411.03
Certificate of correction...........ccocvveerviiennnne 2411.04
Content of application regarding deposited material
................................................................ 2411.05
Need for 37 CFR 1.312 amendment................ 2411.03
REISSUE. ..ot 2411.04
Rejections based on deposit issue.................... 2411.01
Responses from applicant............ccoceveevnenane, 2411.02
Furnishing of sSamples..........ccoccoinninennincnnee, 2410
ACCESS t0 AEPOSITS....c.vevereerieriecirce e 2410.01
Certification of accessibility of deposit ........... 2410.02
Conditions of deposit..........c.ccooveieiinieienennene 2410.01
Exception to removal of restrictions................ 2410.01
Restrictions removed upon grant.................... 2410.01
Known and readily available biological material
........................................................................ 2404.01
Budapest Treaty deposit .........ccoceevererrenereenne. 2404.01
Continuity of aCCESS.......covvvrrriiiriiiicrieiene 2404.01
Deposits certified as available .............c..c....... 2404.01
Health, safety restrictions ..........cc.ccceevevernenn, 2404.01
Indicia of “known and readily available” ........ 2404.01
Material capable of self-replication .................... 2403.01
Direct self-replication ............ccccoevviineinennne, 2403.01
Indirect self-replication.............ccccevvevereinnnne 2403.01
Need for a deposit......ccccvervvereiininciiseninns 2402, 2404
Plant material ..........ccooiiieiieiiiii e 2403.02
Plant Patent Act, Relation t0...........ccccceoeveirnee 2403.02
Reference to deposit in application........... 2404, 2404.03
Implication, presumption............c.......... 2404, 2404.03
Requirements of 35 U.S.C. 112.............. 2164.06, 2404
................................................................ 2404.03
Replacement or supplement of deposit.................... 2407
After a patent has issued........c.cccovvevevenerenene 2407.02
Exemption from replacement .............cccccevnee. 2407.05
Failure to replace ........ccooevveeveivie e, 2407.03
In a pending application/reexamination proceeding
................................................................ 2407.01
Reason for replacement ..........cccceeeveveievennn, 2407.04
Replacement not recognized.........cc.cccevevennens 2407.06
Treatment of replacement, presumption of identity
................................................................ 2407.04
SBBUS .ttt 2403.02
Term of deposSit.......cccvvvevieririecrceeee e 2408
Budapest Treaty term........cccocvvvrvvreinernesenenns 2408
Enforceable life of patent............ccccoevviviiieninn, 2408
Time for making original deposit .............c.cccevnnene. 2406
Rev. 6, Sept. 2007
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Sec. No.
Assurance regarding deposit before payment of issue
FEE i 2406, 2411.03
Corroboration..........ccccoeveniienieece e 2406.02
Description in application specification........... 2406.01
During application pendency .........ccccccveeeerennn 2406
Loss of U.S. filing date in other countries........ 2406.03
NEeW Matter.......ccoooveiiiiiie e 2406.01
Patent Cooperation Treaty applications . 1823.01, 2406
Post-issuance deposSitS.........cooevreviiriereneneenenns 2406
Viability of deposit........cccccveriiniiniencireeee, 2409
Viability statement...........cccceveieievine v, 2409
35 U.S.C. 112 requirements ................. 2402, 2403, 2404
Deputy Director of Patents and Trademarks
......................................................... 1002.02(0), 1203
Derogatory remark regarding prior art.................... 608.01(r)
Description
Basis for claim............. 608.01(0), 706.03(c), 2161, 2163
Computer programming ...........ccoeeereresereienennas 2161.01
Detailed ...t 608.01(Q)
International application..........c.ccccocevevevniivnncnenenn, 1823
Design application ...........ccccevevineienencnennns Chapter 1500
ANalogous art ........cccovveieienenesee, 1504.02, 1504.03
ANLICIPALION. ... 1504.02
Application, elements of .........cccoceviniiiinniie 1503
Articles, design comprising multiple ............. 1504.01(b)
“Average observer” test ........cocovvieieninineneen, 1504.02
Benelux Designs Convention (See also Treaties)
........................................................... 201.13, 1504.10
Characteristic feature.............cccco.e.... 1503.01, 1504.01(a)
ClaiM e 1503, 1503.01
Combining references ..........ccooeveeveenienenenenn, 1504.03
Commercial SUCCESS .....cvevvvrverierieiieieeeie e 1504.03
Computer generated iCONS........cccovervrereennen. 1504.01(a)
Continuation application ............c.ccccvververnienennns 1504.20
Continuation-in-part (CIP) application................ 1504.20
Continued Prosecution Application (CPA)......... 1502.01
Convention, International....................... 201.13, 1504.10
Copending applications..........c.cccceuenen. 1504.06, 1504.20
Copying, evidence of, to rebut obviousness........ 1504.03
Copyright, Relationship to .........ccccevevevviieiesnnen, 1512
DefiNItioN ....c.ooiiiiice e 1502
DeSCIIPHION ... 1503, 1503.01
Disclaimer .......c.ccccocevvvvvreenn. 1503.01, 1503.02, 1504.04
Disclosure.......cccoooeeevevnennnn. 1503.01, 1503.02, 1504.04
Divisional application ............c.ccccceennee. 201.06, 1504.20
Double patenting ..........ccooeveveninienieieienn. 804, 1504.06
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Design patent series -- Digest

Sec. No.
Drawing ......ccccceeveernens 1503, 1503.01, 1503.02, 1504.04
Broken lines..........ccocevvvvennas 1503.01, 1503.02, 1504.04
COlOT ittt e 1503.02
Trademarks ... 1512
Embodiments, alternate or multiple.................... 1503.01
..................................................... 1504.01(b), 1504.05
Enablement ..o, 1503.02, 1504.04
European Community Design treaty.................. 1504.10
Examination.........ccccceevvevieeenennne, 1504, 1504.01, 1504.02
................................................. 1504.03, 1504.04
Expedited Examination....... 502, 1002.02(c)(3), 1504.30
REISSUE. ....eeveiiiieieiirie e 1457
EXpert teStimony .........cccveieveniniiececee e 1504.03
Feature emphasized..........cccoovevienninencicnee 1503.01
Fee, filiNg .o 607
REISSUE.....eiieiirieeierie s 1457
FEE, ISSUB... e eviieieie ettt e 1306
FONE, TYPE et 1504.01(a)
Foreign priority.........ccoceeveenen. 201.13, 1504.02, 1504.10
German application...........ccocveevevverercrenennn, 201.14(b)
More than six months before U.S. filing ......... 1504.02
Functionality .......cccovvveveieii e 1504.01(c)
ObViousness and...........ccoceeererenenenesenceeenes 1504.03
Hague Agreement (See also Treaties).... 201.13, 1504.10
Hidden end USE .......covevvevere v, 1504.01(c)
Hidden feature ..........cccveuenene. 1504.02, 1504.03, 1504.04
Icon, computer generated............ccoccoeverienene 1504.01(a)
Indefiniteness.........cccoeveeene 1503.01, 1503.02, 1504.04
Library collections relating to...........cc.cccvenee. 901.06(a)
Modification, description.........ccccccvveverererenennns 1503.01
Multiple embodiments ..........cccccvevviiniecrcnenen, 1504.05
Multiple parts of article............ccooeeeiiiiinnnnnne 1504.01(b)
New matter......... 1503.01, 1503.02, 1504.01(a), 1504.04
Object, Design fOr.........ccoeireiiireiic e 1502
ODVIOUSNESS ...ttt 1504.03
Obviousness-type double patenting .................... 1504.06
Offensive subject matter ..........c.ccocvvvvvinnnnne. 1504.01(e)
Ornamentality 1acking.........c.ccocvervininninnenn 1504.01(c)
Patent Cooperation Treaty ........cc.ccoevvvrnene 1501, 1502.01
Patentability ............... 1504.01, 1504.01(a) to 1504.01(e)
........................................... 1504.02, 1504.03, 1504.04
Petition, Special Status ............cccccceeee. 708.02, 1504.30
Petition to accept color drawings
or photographs.........ccccceveviieveinnnn, 608.02, 1503.02
Photographs ..o 1503.02, 1504.04
Preamble ..o 1503.01
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Sec. No.

Priority under 35 U.S.C. 119............... 201.13, 201.14(b)
......................................................... 1504.02, 1504.10
Priority under 35 U.S.C. 120.................. 201.11, 1504.20
References supplied..........cccooevevvvirncnnne 707.05(a), 1513
Quayle aCtioN .......ccooeeieriiec e 1504
Registration abroad .............cccccevevnnnee. 1504.02, 1504.10
Reexamination, inter partes .........cc.cooeeeverveeneenen, 2611
REISSUE ..t 1457, 1512
Request for Continued Examination (RCE)........ 1502.01
Request for Expedited Examination.................... 1504.30
RESEFICHION ..o 1504.05
REISSUE ...ttt 1457
Rules applicable ..., 1501
Scope of claiM......cccoovvevviivirircecns 1503.01, 1504.04
......................................................... 1504.05, 1504.06
Search......ccoviviiiece 1504, 1504.02, 1504.03
Secondary considerations............ccoeeeveivierieennns 1504.03
SIMUIALION .., 1504.01(d)
SPECITICALION......ciiiiiiic e 1503.01
Use of Copyrights in ......cccovevvevevenirccn e 1512
Use of Trademarks in.......ccccovvvvviniineiininnennenns 1512
Statutory bar, foreign application.......... 201.13, 1504.02
Statutory subject matter...........cocooeevrenen 1502, 1504.01
Surface ornamentation................ 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03
Surface treatment or indicia ..........cccoeveneirrnne. 1503.02
Term of v 1457, 1502.01, 1505
1LY 1503.01, 1504.01(a)
Amendment of ... 1503.01
Use of Trademarks in........ccccooeveiininnenenennn 1512
Trademark, relationship to ..........ccoceoviriiiiiicinnn 1512
TYPE FONES..cviiiiiiee e 1504.01(a)
Utility patent, relationship to .......cccccoecevevviennnns 1502.01
Visual characteristiCs.......c.ovvvvriiriiiiieiscrees 1502
Written description lacking ................. 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Design patent series (See also Patent) ..........ccccceveeee. 901.04
Designated office.......ccccevvvivevcrcicicicen 1801, 1893.01(a)
Designation fee - PCT ....ccccoevevevieve v, 1817.01(a)
Designation of statesS.........ccccevvevvervennn 1817.01, 1817.01(a)

Detailed description (See Specification)

Determination of public use or on sale....706.02(c), 2133.03

Determining if a Reexamination Was Filed for a Patent
............................................................................... 2632.01

Digest (See Cross-reference: Art collection)
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Dictionary as a source for the ordinary and customary meaning of a claim term -- Distinct, definition

Sec. No.
Dictionary as a source for the ordinary and customary
meaning of a claim term............cc.co....... 2111.01, 2173.05(a)
Diligence
Charts for priority ........ccoeoevevineiieniiiceee, 2138.01
Filing application .........cc.ccoevviniinciienecie 2138.06
FiliNg rEISSUB.....ecvveveeeee et 1403
Interference practice ..........ccocvvvvvvivnincecviesenienns 2138.01
Of actions during regulatory review ................... 2757.01
Reasonable.......cccccovvieiiicecc e 2138.06
Shown in 37 CFR 1.131 affidavit ........ 715.07, 715.07(a)
To overcome a rejection ........cccvevvvvvevereereniens 2136.05
Director of Technology Center ..................... 402.06, 708.02
........................................ 714.13, 714.25, 715.08
................... 720.01, 804.04, 1002.02, 1002.02(c)
.................... 1206, 1207, 1208.01, 1214.04, 1308
.................... 1308.01, 1901.06, 2248, 2249, 2265
..2274, 2283 t0 2286, 2648, 2667, 2682, 2686.01
FUNCLIONS ..o, 1002.02(c), 1003
TC 1600.......ciciiereerieiese e 1002.02(c)(2)
TC 2900.....ccciiireeneieeseeeen, 506.02, 1002.02(c)(3)
TC 3640.....cciiiieieiireesie e 710, 1002.02(c)(1)
Director of the USPTO
Authority and functions ............... 706.03(b), 708.01, 709
........................ 711.02, 714, 719.01, 1001, 1002, 2203
................................................................... 2242, 2284
Publication of confidential decisions...................... 103
Withdrawal from iSSUe..........ccooviiiieiiiiicee, 1308
DECISIONS.....ueiiieiieiee e e Introduction
Mailing address.........coevvieiiienennenee e 501
Notices (See also Publication) ......... Introduction, 707.06
Orders (See also Publication)........... Introduction, 707.06
Director initiated reexamination...............cc.cc...... 2212, 2239
Disbarred attorney (See Attorney or agent: Suspended or
excluded)
Disciplinary proceedings.........cocevvrvvieneeieereeresesesennens 402
Mailing address.........cccovevieeieiieicie e 501
Disclaimer (See also Terminal disclaimer)
Co-author of publication............cccccovenciinenn 715.01(c)
Copy required in reexamination
EX PAIE ..o 2214
INEEN PAITES ..o 2614
Defensive publication ...........cccoecveneiienecnne, 711.06
Design application ................. 1503.01, 1503.02, 1504.04
FOMMS .. 1490
PrOCESSING ...vevveveiieieie et 1490
REJECHION ... 706.02(k), 710.02(d)
SEALULOIY ... 1490
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Sec. No.
Terminal ........cccoovvvvininnne 706.02(k), 804, 804.02, 1490
Disclosure (See also Duty of disclosure; Specification)
ADSEACT ... 608.01(b)
AMEeNdmENt........ccooveiiiiieie e 608.04, 1302.02
Amendment, Preliminary ..........ccccoccooeevvrennnn. 608.04(b)
Best Mode (See also Best Mode) ........... 608.01(h), 2165
Chemical compound..........ccccoeovrviiriniiienenn. 608.01(p)
Claimed ..o 901.03
Common, parent and continuing applications........ 201.11
Completeness ........coevvvereieneneeseen, 608.01(p), 2164
Computer programming cases.......... 2164.06(c), 2106.01
Correspondence with claims ................ 2163.05, 2173.03
Design application...........coccoeeneiiicnecnnns 1503, 1503.01
Detailed description...........ccoevvvereienennienenens 608.01(9)
DOCUMENT ... 1706
DULY Of v Chapter 2000
Enablement (See also Enablement)............c.cccoeueee. 2164
Foreign application..........cccceoevineiienciencnceneas 201.15
IMPHCIE ... 2144.01
Incomplete................ 608.01(p), 706.03(c), 2161 to 2165
Incomprehensible ... 702.01
Incorporation by reference (See also Incorporation by
FEference) ......ccoevvervinencreens 201.17, 608.01(p)
Insufficient ..........ccoceevrennen. 608.01(p), 702.01, 706.03(c)
Later filed application ..........c.ccocvveveveiveicieinns 608.01(p)
Operability.......cccoveienneieniceeie, 716.07, 2164.08(b)
Original claim...........ccoceovvninnenenn. 608.01(1), 2163.06
Preliminary amendment ..........c.ccocoovneiiicnnnens 608.04(b)
Related applications ..........c.cccceeuennen. 608.01(p), 1302.04
Requirements for.........cccovvvvieevcie s 2161
Reservation Clause..........cocoooviveiiiiiencncnenne 608.01(e)
Restricted to claimed subject matter ................... 1302.01
Secrecy order, Material subject t0........ccocoovvrirnnnnn 120
Specification (See also Specification)................... 608.01
Sufficiency for continuity........c..ccoeeveveiieiennnienn, 201.11
SUFFICIBNCY OF . 716
Support for Claims ... 2163.01
Trade NAME...c.veviieeiiees e 608.01(v)
Trademark .......cccoocvvieiiciecce e 608.01(v)
UtHIEY oo 608.01(p), 706.03(a)
Written (See also Written description)...........c...c..... 2163
Disclosure document program ..........c.cceveveeereieneneeens 1706
Evidence under 37 CFR 1.131 ......cccoevviniinienns 715.07
DiISCOUMESY ..uvvvriireieieiesie et 714.19, 714.25
Dismissal of appeal.........cccoeiiiiiiiiniiiiccc e, 1215.04
Disposals CouNted..........coceverireniniiee e 1705
Distinct, definition...........ccocovveiiiein e 802.01



INDEX

Distinct inventions -- Drawings

Sec. No.
Distinct inventions ..........c.cccccevuee. 802, 802.01, 803, 806.05
Apparatus and product made .........c..ccceverrennene. 806.05(g)
DiStiNCt PrOCESSES ...cveveviaieiieeiie e 806.05(j)
Distinct productS..........ccocevevenenenenieeiee s 806.05(j)
Process and apparatus for its practice ............... 806.05(e)
Process and product made............ccoovevverierienne 806.05(f)
Divisional application ...........cccccevvveiennens 201.06, 601.01(a)
Assignment carried from parent application......... 201.12
............................................................................... 306
Continued prosecution application (CPA) ........ 201.06(d)
COPENABNCY ..ot 201.11
Design application ..........ccccccevvevirevnnenn, 201.06, 1504.20
Drawing, Transfer of..........ccocoviiiiiiiiniicis 608.02(i)
Effective date......ccovvveieieee e 201.11
Filed by aSSIgNEE......coviererrre e 324
File wrapper continuation (FWC)..........ccceu.... 201.06(b)
File wrapper/history notation................. 202.02, 1302.04
Inspection of parent application............ccccocoevennnne. 103
Inter partes reexamination of ............c.cccceeveinennnn, 2611
Inventor, at least one in COMMON...........ccoevruennnn 201.11
NEW MALLET.....coiiiiiieieiereeee e 201.06
Oath e 201.06(c), 602.05(a)
Ownership carried from parent application........... 201.12
Patented, Opens parent application to inspection ...... 103
Reference to parent application ............. 201.11, 1302.04
REISSUE ..o 1414, 1440, 1450, 1451
Rule 1.53(0) c.vovvveiiiiiiciecce e 201.06(c)
RUle 1.53(d) cvvovvverieeiieisiseice e 201.06(d)
Rule 1.60, FOrMEr ..o 201.06(a)
Rule 1.62, FOIMEr .......ccoovvvvvireeece e 201.06(b)
SIGNALUIE ..o 201.06(d)
Time for filing......ccooooiiiiii 201.11
Written description requirement ..........c.ccccvevvnne 201.11
DNA (See also Biotechnology; Nucleotide sequences)
........................................................ Chapter 2400
Enablement ... 2164.08
SEArChING ..o 901.06(a)
Sequence listing ......cccocovvvvvievcvnieinnnns 2422, 2424, 2431
Special status for recombinant.............ccccccceveeenn. 708.02
DOCKEL FEPOI.....c.ve e 1704
Doctrine of collateral estoppel (See Estoppel)
Doctrine of dedication to the public...........c.ccccooiiiinins 715
Doctrine of equivalents................ 2138.05, 2173.05(b), 2186
Doctrine of segregable parts..........c.ccoeveveivevvcrennennn. 1504.05
Doctrine of unclean hands.........c..ccocoevveriiieneienienieennnn, 2010
Document, DISCIOSUIE .......ccevvierieiieieeseie e 1706

Electronic (See also Electronic publications) ... 707.05(e)
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Sec. No
DoD Directive 5230.25........cccccvviiiiirieineneseeseees 120
DoD Security Agreement ..........ccceevereneneneneneeeeneenes 120
Domestic representative ..........ccoeeevereeeneiencneenennas 302.04
Double correspondence ..........ccoceveveieieneenienn 403, 714.01(a)
Double inclusion in claim.........c.cccocveiiennnnen. 2173.05(0)
Double patenting .......ccccceevvvvevevienenie e Chapter 800
Avoiding rejection.......... 706.02(k), 706.02(1)(3), 804.02
BaSHS ..t 804
Between one or more applications and a published
application that has not been abandoned ............... 804
Claimed subject matter.........c.cccovvvvevevencnvesnneens 806.01
Commonly owned cases, treatment....................... 804.03
Copending applications............cccccoevvnenae 706.02(k), 804
DefiNItioN ....oveee e 804
Design applications/patents..............c.cceue.... 804, 1504.06
Different inventive entities.................. 706.02(k), 804.03
Distinct and independent inventions ..................... 804.01
DOMINALION. ... s 804
International applications.............ccocevveneinencicnienn, 804
ODbVIOUSNESS tYPE ...ovveiecveciesieeteeeeee st 804
Design application..........cccceeveveeienenencneneee, 1504.06
Plant applications ...........ccccooeeniieiencneceeee 1601
Reexamination.........ccccoevevenieicneneennn, 804, 2217, 2258
REJECTION ..ot 804
NONSTALULOTY ... 804
ODBVIOUS ...t 804
Prohibition, 35 U.S.C. 121................ 804.01, 821.04(b)
Provisional ...........cccco.e... 706.02(k), 706.02(1)(3), 804
Specification, use Of ........cccco v 804
1 LU | (0] Y2 804, 804.03
Rejection nullification............ccocevvviieicncncnene, 804.01
Restriction previously required ................... 804.04, 1003
SAME ASSIGNEE ... 706.02(k)
.................................................................. 804.03, 822
Same inventor...........cc.e...... 806.04(h), 806.04(i), 806.05
.................................................................. 822, 822.01
Species and genus .........ccoceevvereeenes 806.04(h), 806.04(i)
Subject matter not patentably distinct ........................ 804
Subject to joint research agreement.. 804, 804.02, 804.03
Submissions to TC director........ccccoeevveireriinnnn 804.04
Terminal disclaimer effect........c.cccccceeeiininnnnn, 706.02(k)
...................................... 804, 804.02, 1451, 1490
In a reissue application...........cccvevreneiinennennen, 1451
Drafting notation ..................... 608.02, 707.07(a), 707.07(c)
Drafting stamp (no longer required) ...........ceeeee. 608.02(0)
Drawings......ccoveveeeieieiese e se e e e 507, 608.02
Amendment...........ccooveiiniennnne 608.02(p), 714, 1302.04
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Drawing correction -- Drawing correction

Sec. No.
In ex parte reexamination .........cc.cceeverververiennns 2250.01
In inter partes reexamination.............ccocceevenene 2666.02
In reissue application ..........cccceveveieneni i 1413
Prior to publication of PG-Pub ...........ccccccoeee 1121
Amendment, Direction for...........c.ccccoenecinenas 608.02(q)
Amendment, Disposition of orders for ............. 608.02(x)
Amendment support by original claim.............. 608.04(a)
Annotated Sheets.........cccooeererennne 608.02(v), 608.02(w)
Brief description ..o, 608.01(f)
Canceled figure........cooeoveviniiccce 608.02(t)
Canceled sheet .......coovvvveerenie s 608.02(t)
Canceled sheet, patent..........ccccocevvvevennnennnnne, 608.02(i)
Canceled sheet, transfer ..........ccoccooveieinennne, 608.02(i)
COlON ottt 608.02, 1503.02
Colored plant .......cccoveveievie e 1606
Complete illustration..........cccocevevvivivnieciecneinns 608.02(d)
(000] 0] 0] 121 =1 0 LTSS 608.02(e)
Computer TIStS......coveiiieeieree e 608.05
CONSISIENCY ...t 608.02(e)
Content Of ....oveveicece e 608.02(d)
Correction (See also Correction of drawing) ....608.02(p)
........................................................................ 1302.05
Incorporated into PG-Pub............cccccoee. 1120, 1121
Reversed figure nUMDErS ........ccoovvvviiiirienne, 1302.04
Date no longer entered on back .............cc.e..... 608.02(0)
Delivered to wrong Technology Center................ 508.01
Design application ..o 1503, 1503.01
......................................................... 1503.02, 1504.04
DISCIOSUIE ....eveeeeeeieeeere e 608
Divisional application...........cc.ccccvvvnine 608.02, 608.02(i)
Drafting criticism included in first Office action
..................................................... 707.07(a), 707.07(c)
Drafting Notation............ccoceeverennicnensc e, 608.02
Drafting stamp no longer required.................... 608.02(0)
Examiner determines completeness................. 608.02(e)
Hlustrates Claim.........cooveiiineinecese e 608.02(e)
Informal (no longer used) ........cccccevvenennen. 507, 608.02(b)
Interference PrintS........cooovevvnenccnenccnenes 608.02(m)
International application ............ccccevveevineicneninn, 1825
Kept in application..........cccceevvvvevvnievennienee, 608.02(c)
LOSE ottt 1302.05(a)
Mail section stamp no longer used.................... 608.02(0)
Modification illustrated.............coceoriniirnnne. 608.02(f)
Marked-up COPY ....ccoverververrereerinnn 608.02(v), 608.02(w)
Necessary for filing date...........ccccccoeveninene 506, 608.02
New drawings required..........c.ccooeeeveveerenenenne. 608.02(a)
New, handling.........ccccoeviineininiresee 608.02(a)
Rev. 6, Sept. 2007

I-28

Sec. No.
NEW MALLer ..c.veveveiecir e 608.04, 706.03(0)
New, When requIred ..........ccccoevereninenieeiennns 608.02(a)
NOt reCeived .......ocvvveivirierieeeee 608.02(h), 1825
NOL FEQUITET ... 608.02
NOt FEtUNEd ..o 608.02(y)
ObJeCtioN ..o 608, 608.01
........................................................ 608.02, 608.02(b)
....................................... 706.03(0), 1503.02, 1504.04
Official Gazette figure.......ccooevvvvieieiicinnes 1302.09
Omitted drawings.......ccoceovverevncnnnens 201.17, 601.01(g)
Patented file.........cooovieiniic e 905.03
Petition to transfer from another application..... 608.02(i)
Photographs.........c.ccoveveeninciienee, 608.02, 1503.02
Placement in file Wrapper.........ccoceceveinicnnnene 719.01(b)
Plant application.........c.ccccoeveieiencncieseninns 1603, 1606
Print (See also Print of drawing) ....608.02(m), 608.02(n)
Prior art ......cooovveeieiiee e 608.02(g), 2125
Provisional application...........ccccovvireiicncinennas 608.02
Reference characCters ..........ccoceovvevveneiicnenens 608.02(e)
Reference characters, change........cccccoeevenee. 608.02(w)
Reissue application...........ccoceeoevenincienenine 1411, 1413
No longer transferred from original patent........... 1413
Removal from Technology Center ................... 608.02(c)
Replacement drawings for publication in PG-Pub ...1121
Replacement........cccccevvevvnnnesinnnnnn, 608.02(h), 1302.05
Reversed figure NUMDErS..........cccooeviiiiiniicnns 1302.04
Review by Office of Initial Patent Examination (OIPE)
............................................................................... 507
Required by eXaminer .........ccoceveiienerenieneienennes 608.02
REQUIrEMENTS......cveieiece e 608.02
REIUIM ..t 608.02(y)
SECtion lNES ..o 608.02(f)
Security markings. ... 121
SUDBSHITULE ... 502, 608.02(h)
Sufficiency, determined by examiner............... 608.02(e)
SYMDOIS. ... 608.02
Trademarks........ccooieieieie s 1512
Unacceptable ..., 608.02(b)
Drawing COrreCtion ..........ccovvvevereresnsrennnnns 507, 608.02(p)
Annotated sheets .........ccceeveivenenins 608.02(v), 608.02(w)
Approval by examiner...........ccoceovieieienennens 608.02(x)
Marked-up COPY ....ccevrvevrerieinnenn 608.02(v), 608.02(w)
NEW MALLET ....ooiviiiiieieee e 608.04
Order for......coviiieirceec e 608.02(x)
PG-PUD ..ot 1120, 1121
Replacement sheets ................... 502, 608.02(h), 1302.05
Required......ccccoeevvvncinennnn, 507, 707.07(a), 707.07(c)



INDEX

Dual correspondence -- Election of species

Sec. No.
Dual correspondence.........cccovevevevvrvsnennne 403, 714.01(d)
Due Care ShOWING ....c.covevevieviiciesc e 2734
Duplicate amendments (See also Amendment)......719.01(a)
Duplicate Claims........ccocooiririiiiiene e 706.03(k)
Duplicate foreign patents ..........ccoceeeverreneiciencennen, 903.03
Duplicate papers for plant applications............... 1603, 1605
........................................................... 1606, 1609
Duty of candor and good faith.....2001, 2001.03, 2733, 2762
Compared to duty to disclose material information
........................................................................ 2001.04
Information discloSUIe ........cccvvvireinenicee e 609
ReeXamination ..........ccocovveieverisienerese e 2280
Duty of diSClOSUIe ......cceeieiiiececee Chapter 2000
After patent grant.........ccccovevieneiicicineieens 2003.01
Aids to compliancCe ........ccccvevvviieieic 2004
ChECKIISE ..o 2004
Compared to requirement for information........ 704.12(a)
............................................................................. 2005
Compliance With .........coccoiiiiiiiiine 2004
Continuing applications...........ccccoevvveennne. 2001.04, 2004
Copending applications..............cccco...... 2001.06(b), 2004
Copied Claims ......ccooevvvireric s 2001.06(d)
Duration of.........ccooeeiiii e, 2001.04, 2003.01
Foreign applications...........ccccvevviervieiennennns 2001.06(a)
Information material to patentability ... 2001.04, 2001.05
Litigation information............c.ccccccoveviieinnenn, 2001.06(c)
QUESLIONNAINE ......veeve e 2004
Reexamination
EX PAre .o 2014, 2280
INtEr PAItES ....oevveeeeeceee e 2003.01, 2684
Reissue application ..................... 1406, 1414, 1418, 1448
.......................................................... 2001.06(c), 2003
Sources of information............ccoceeveeeiiicienenn, 2001.06
TO WhOM OWE ..o 2001.03
Violation Of .......cooviiiii 2010
Claims invalidated ..........ccooooereriiiennicienecsees 2016
PrOteSt...c..eeiee e 2013
Reexamination...........ccooeverenienese e 2014
REISSUE. ....eeieiiiieeterie s 2012
Rejection of claims in reissue application ............ 1448
WhHO DS ..ot 2001.01
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Sec. No.
E
Easily erasable paper .......... 608.01, 714.05, 714.07, 714.19
Effective date
Declassified matter..........ccoovevevercrevennsesennn 707.05(f)
Reference patent................. 706.02, 706.02(a), 707.05(e)
............................................ 707.05(f), 715, 901.05(b)
Effective filing date
Continuing application ............c....... 201.11, 706.02, 708
Continuation-in-part..........ccccccecevvrierieniesensennnnns 2133.01
Foreign priority effect .........cccccooeviiennne, 201.15, 706.02
International convention (See also Foreign application;
TrEALIES) ..t 201.13
Provisional application...........cccccevveverevericvnnnnnn, 706.02
Publication..........cccovvvvieineieccece e 715.01(c)
Eighteen-month publication (See Pre-Grant Publication
(PG-Pub))
Election (See also Restriction;

Election of SPecies).....ccccceverererervrieresnnenns Chapter 800
Action on nonelected claims ..........ccooeeveiviencieienn 819
After multiplicity rejection..........cccccoevvvinenine 2173.05(n)
AFLer restriCtion ..o 818
Applicant must make.........cocoovvirineininesee 818.03
Between applications, Conflicting claims................... 804

.................................................................. 822, 822.01
COoNSLrUCHIVE ..o 818.02(a), 818.02(c)
In reissue application ...........cccocviiiniiiienineneenns 1450
Fixed by action on merits..........c.co...... 818.01, 818.02(a)
Implied ... 818.02(a), 818.02(c)
INEEITEIENCE ..o 819
Optional cancellation............ccoceveeiiienicienene. 818.02(c)
Original presentation............cccovveerereinennenn 818.02(a)
STt ————— 819
Treatment of nonelected claims
............................................ 706.03(m), 821 to 821.03
In reissue application ...........ccccocvviininiencnineenns 1450
WIith traVerse .......cveeevvi e 818, 818.03
....................................... 818.03(b), 818.03(c), 821.01
WithOUL traVerse .........covveieireniceee e 821.02
Election of species
Allowable generic claim lacking...................... 809.02(a)
BaSiS...cceieiieiee e 806.04, 808.01(a)
Canceling species claims......... 818.02(c), 821.01, 821.02
Design application...........ccoeevveneiviieneicienieenens 1504.05
IMplied ... 818.02(a), 818.02(c)
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Electronic access to published applications -- Estoppel

Sec. No.
Reissue application ..........ccocvvvvvivnveinsieerenene e 1450
Requirement...........ccocvvvevvevveirciescnnenns 806.01, 809.02(a)
Requirement, prior to search...........cccceeevenene 808.01(a)
Species claims lacking ..........ccccceeenene 806.01, 818.02(b)
Electronic access to published applications .................. 1128
Electronic databases (See also PALM; PAIR)

................... 706.02(e), 719.05, 901.06(a), 902.03(e), 1730
Cassis DVD-ROM.......cccovcvvevieiee e 902.03(d)
Chemical abstracts Services ........c.ccoceereiererinennes 905.06
Derwent’s World Patents Index (WPI) ................. 905.06
DT Lo o PSSR S 905.06
e-Official Gazette — Patents (€OG:P).....c..cccceevennene. 1703
EAST oo 719.05, 902.03(e)
Full-text and full-page images of U.S. patent related

AAtADASES ..o 1730
INPADOC ..ottt 905.06
LeXIS-NEXIS...cvvvvirieeirieieinie e 719.05
Official Gazette NOtICES.........ccovvreiiriiieieieei 1703
Patent Grants Database ............coceeeveiveevneenns 1703, 1730
Questel-Orbit ......c.ccoevvieiiicecee, 719.05, 905.06
TESS (Trademark Electronic Search System)

................................................................... 1703, 1730
WEST ..o 719.05, 902.03(e)

Electronic Business Center (EBC) ................... 302.10, 1730
Electronic document........ccocvvivvivvvsesieeieieeneseneens 707.05(e)
Electronic filing system (EFS) ........... 503, 507, 511, 608.01

................................... 609.07, 1121, 1132, 1133, 1730
Computer Readable Format (CRF) Sequence Listing

...................................................... 511, 1730, 2422.03

Electronic funds transfer to replenish deposit account
.......................................................................... 509.01
Electronic Information Disclosure Statement (e-1DS) 609.07
Electronic mail ............. 502.03, 713, 713.01, 713.04, 713.05
Electronic patent assignment system (EPAS) ............ 302.10
Electronic Processing of Information Disclosure Statement
.................................................................................... 609.08
Electronic publications
Availability as prior art............ccoceovirvinineincnnn 2128
Citation of .....ccoccveveicc e, 608.01, 707.05(e)
Hyperlinks to ........ccoovevviiveieeceen, 608.01, 608.01(p)
SEArch fOr.....coovvivicee e, 904.02(c)
Employee number .........cccoovveiincnennn, 711.04(b), 905.03
Employees of U.S. Patent and Trademark Office,

property interest in patent...........ccoceeevveveveieenenne, 309

Unavailable to sign oath or declaration as inventor ... 409
Enablement..........ccoooiviniiiiinee 706.03(c), 2164
Burden on the examiner..........c.ccocoovvvveiiennneee 2164.04
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Sec. No.
Commensurate in scope with claims................... 2164.08
Critical feature not claimed............c..cccoe... 2164.08(c)
Inoperative subject matter.............c.ccceennen. 2164.08(b)
Single means claim ..., 2164.08(a)
Compared to ULty ......ccoveviiriiiiieiicecies 2164.07
Design patent application..................... 1503.02, 1504.04
Duty or disclosure of information relevant to .....2001.04
EVIAeNnCe Of......coooeieiiece e 2164.05
Examples of enablement isSUES...........cocvvvrrannns 2164.06
Form paragraphs used to reject ..........cc.cccevvenee 706.03(c)
Reduction to practiCe........cceovvvvevveieneriesesnsnnnnns 2164.02
Relationship of predictability ............ccccocviienns 2164.03
Specification must be enabling
As of the filing date.........cccoovveniiiininnn, 2164.05(a)
To persons of ordinary skill ........................ 2164.05(b)
Test of enablement ... 2164.01
35 U.S.C. 112, sixth paragraph limitations ....2181, 2185
Energy, Department of ..........ccocoeivninnnnen, 115, 706.03(b)
Energy, related applications, special status................. 708.02
English language faulty, new specification ........... 608.01(q)
English language required ............cccccoeveeene 302.02, 608.01

Enrollment and Discipline, Office of (See Office of
Enrollment and Discipline)
Entity, small, claiming status as (See Small entity status)

Entry of amendment (See also Amendment)............... 714.18
Entry of “Contents” of file wrapper...........ccccoovrvnnene 719.01
Entry on face of file wrapper.................... 719.02, 719.02(b)
Environmental Quality Program.........c.cccccvevvincnnne 708.02
Equity (civil action)

Under 35 U.S.C. 145 ... 1216, 1216.02

UNnder 35 U.S.C. 146 ..o 1216
Equivalentsin art........ccccccoevvicnnnnnn, 904.01(b), 2144.06
Erasable (specially coated) paper ........c.ccccvvrevrennnne. 608.01
Erasure in specification, before allowance................ 1302.01
Erasure in specification, before execution.................. 608.01
Errors (See also Correction of patent)

Correction of patents..........cccceeeverereinienn Chapter 1400

Deceptive intent ........ccocveeeveieneveneneceen 140, 2022.05

REISSUE ... 1401 to 1470

Title dOCUMENLS .....c.vveviiirciee s 323

Withdrawal from iSSUE ........cccovirrieiiniiiicecene 1308
Essential material...........ccccooeiiiiiiiiiiiec 608.01(p)
Establishing sSUbCIasses.........ccocoovvireiiinciicieins 903.02(c)
Estoppel

Abandonment ..o 711.03(c)

Collateral ... 2012.01

In ex parte reexamination ..........c.ccoceevevieiininneenn. 2259



INDEX

European Community Design treaty -- Examiner’s amendment

Sec. No.
In inter partes reexamination...........ccccocevevvrennens 2659
Defensive publications............ccccocvvvvienieiniininennn, 711.06
Different inventive entities and commonly owned
applications ... 804.03
INtErferenCe ...vvevveeiie e 715, 2138.01
Reasons for allowance ..........cccoceevernieneiciennn 1302.14
Reissue proceedings.........ccccevevevenesesiesnnenennnns 2012.01
Statutory, inter partes reexamination....................... 2601
................................................................... 2612, 2614
Terminal disclaimer ..........ccocoovvvevceiiiveeineens 804, 804.02

European Community Design treaty (See Treaties)

European Patent Convention (See Treaties)

European Patent Office (EPO)....... 120, 609, 901.05, 905.06
............. 1801, 1819, 1823.02, 1827.01, 1840, 1840.01
................................. 1843.02, 1850, 1851, 1857, 1860
............................ 1865, 1865.01, 1893.03(g), 2422.04

AAAIESS ..o 1865

As a PCT Chapter | international searching authority
........................................................................ 1840.01

As a PCT Chapter Il International Preliminary
Examining Authority.........cccoceevvveiviciiencnnn, 1865.01

Evidence, of public use or on sale......2133.03 to 2133.03(b)

Evidence submitted with protest ............c.ccoceeevrennns 1901.02

Examination guidelines for applying reference

under 35 U.S.C. 102(8) .....cccovvrveververerierieienns 706.02(f)(2)
Examination of application ............cc.ceeveeevennnen. Chapter 700
Accelerated Examination .............c.ccocevivenennne. 708.02(a)
Confidentiality during..........ccooevveieieieieie s 101
Deferral of ......cooooeveiiieee 709, 1002.02(d)
Order of ...ocvvieiiece e 707.02, 708 to 708.03
Piecemeal.........cccoevveveveicieieeiee, 707.07(a), 707.07(9)
PUIMPOSE ... 701
REISSUE......coveccie e 1440, 1443, 1445
Request fOr SIR........coivieiiiece e 1103
Secrecy order application...........cccevevererieievesnieennns 130
Statutory authority ......ccoovevvverrinises e 701
SUSPENSION OF ... 709
Examiner

ACHION oo 707
ACtion COUNLEd.......ooviiiiiieeee s 1705
AFFIdaVIT. ..o 2144.03
Assignment of application for examination ......903.08(b)
Assignment of ex parte reexamination .................... 2236
Assignment of inter partes reexamination............... 2636
ASSISTANL. ... 707.01, 707.02
Citing prior art in an issued patent inappropriate..... 2203
Classification (See also Classification examiner)...... 903
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Sec. No.
Consultation with Reexamination Legal Advisor (RLA)
................................ 2633, 2671, 2676, 2679, 2686.01
DiSPOSAIS ....cvevcviieiieirie e 1705
Duty of candor and good faith t0.............cc.ce.ve.. 2001.03
Employee number .................. 711.04(b), 905.03, 905.05
Expressing opinion of validity ............ccccceevvnennnn 1701
NAME ..o 502, 707.09, 1302.13
New action indicated by primary .........c.cccccevenen 707.01
Previous action by another examiner
Allowed Claims ........ccccovvvivvivineece e 706.04
INEEIVIEW ..o 713.01
SBANCH. ..o 704.10
Primary
Actions requiring personal attention .....707.01, 714.16
........................................................ 715.08, 1004
Name on file Wrapper .......cccccoveveveveniciecnne, 1302.13
Pursuit of bounties prohibited ............cccococniiinnne. 1701
Reasons for allowance............ccocveinincincinnns 1302.14
Resigns, old cases special...........ccoccovveriieriiinennns 708.03
Suggestion of allowable claims............cc.ccce.ee 707.07(j)
Supervisory (See Supervisory patent examiner)
Telephoning attorney..........ccccooeeeveneiennns 408, 1302.14
Testimony as patent expert..........ccceovvrerrerennns 1701.01
Time and Activity Report..........cccooevvvrennne. 1704, 1705
Time reporting for ex parte reexamination .............. 2238
Time reporting for inter partes reexamination......... 2638
Treatment of Protest..........ccovvveinineineneinens 1901.06

Examiner docket, time, and activity recording .... 1704, 1705
Examiner Reissue Guide and Checklist..............ccccovenee 1443

............................................................................... 707
Examiner’s amendment ..........ccoceeereninienene e, 1302.04
Abstract changed by ........... 608.01(b), 1302.01, 1302.04
By initialing.......coooviniiiiiie 1302.04
Claim, antecedent basis in description.............. 608.01(0)
Claim lost in interference .........ccocevvvvrernieneieneneenns 2308
Claim, nonstatutory, canceled ........................ 1302.04(b)
Claim, numbers identifying............. 1302.01, 1302.04(g)
Claims, nonelected invention, canceled ...821.01, 821.02
Copending application data brought up to date.....201.11
Defensive publication...........c.ccocvveivieiinvcicicnne, 711.06
Deposit account charge ... 1302.04
Drawing COrrection..........c.cceeeeruennn 608.02(w), 1302.04
Extension of time required for.............ccccvevenee. 706.07(f)
Formal matters ........ccocoovevvereicrieninnenn 1302.01, 1302.04
IFW applications ..........cccvveviiineinciescsesens 1302.04
Informalities corrected ..........ccooeviieiiiciiic 1302.04
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Examiner’s Answer -- Examiner’s letter

Sec. No
Non-compliant amendment, treatment of ................. 714,
........................................................................ 1302.04
NO NEW MALEN......cviiiiiiiieeeeee e 608.01(0)
Plant patent application practice .........cccccocevevrenunne. 1610
Reexamination
o 0= 1 - 2287
Inter partes
Canceling rejected claims............ccce..... 2671, 2687
Correcting formal matters.................. 2687, 2687.01
In merged reissue/reexamination................. 2686.03
Not permitted if approval required .............. 2687.01
Tothe Title c.oovvvrveiiee, 2660.02, 2686.03, 2687
Reference citation corrected ...........cccocevevenene 707.05(g)
Title of application...........ccocevvvreiiinciiee, 606.01
Examiner’s Answer
Appeal brief ... 1208
Appeal conference not held ............cccccoeeeie 1003, 1208
Counted as a disposal.........ccccoevererenienieeieiene 1705
New ground of reJection .........cccoceeveneineneicnennnne 1208
New interpretation of law ........c.ccccccevevvvieiiinininnnnne 1208
TV Director’s attention required ..........ccccceevvenene 1003
Print of drawing ........ccocceveveniiie e 1204
Reexamination
EX DA oo 2275
INEEN PAITES ..ot 2677
Reply brief . ... 1208
Special StatUS .......ccooveiereieieecreee e 708.01
Examiner’s letter (See also ACtion) ..........ccocvvvvviiinennnns 707
Abandonment...........ccocoeviiein i 711.02
AdVisory action........cccceeeveveresnennne. 706.07(f), 714.13
Amendment after final rejection ..........c..ccccceeveie 714.13
Arguments ansSWered..........ccocooeeveeenieeieienene. 707.07(f)
Cancellation of nonelected claim............. 821.01, 821.02
Claim allowable except as to form.................... 707.07(a)
........................................ 707.07(j), 710.02(b), 714.15
Claim SUMMAIY ......cccoovveriiirenineese e 707.07(i)
Complete and clear ..o 707.07
Copies of references.........ccovvevvenciiencisenn, 707.05(a)
Copy to applicant..........cccccevvvenieviecrseceee e 707.12
Correction, period for reply ................ 707.05(g), 710.06
Correction of Citation .........c..coceevieneiiiienennnn, 707.05(Q)
Date Stamped ..o 707.11
Decisions, CIted.........ccccevveeieeeeie e 707.06
Drafting criticism in first Office action............. 608.02(a)
...................................................................... 707.07(c)
Election of species required, concluding paragraph
...................................................................... 809.02(a)
Rev. 6, Sept. 2007
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Sec. No.

Examiner signature at end of letter.........c..ccco....... 707.09
Examiner’s amendments ............co...... 706.07(f), 1302.04
File wrapper entry ........ccccovevvinciiennn, 707.10, 719.01
Final rejection, clearly stated...........cc.ccoceeereivnennes 706.07
Final rejection, concluding statement.................... 706.07
Final rejection, patentability report................... 705.01(a)
First action, includes drafting comments.......... 608.02(a)
..................................................................... 707.07(c)

Formal matters ...707.07(a), 707.07(e), 707.07(j), 714.02
Full anticipation, expressions used.. 706.02(c), 706.07(d)

Informal application.............cccoevevvivvicic v 702.01
Initialed by eXaminer...........cccocvivininiiniiicie e 707.08
Language in rejecting........ccoeevvereeneneenenens 707.07(d)
MailiNg ..c.ooveiiiciie e 707.12
Memorandum Cited .........c.cocevrrerinieinneeneeenen 707.06
New drawing required..........cccceevveveveinerverennens 608.02(b)
New examiner, primary examiner indicates.......... 707.01
NOLICES CIted......eeveeiie e 707.06
Numbering of paragraphs..........ccccecvvereierennnn 707.07(k)
OmMNibus rejection ........ccccvvvevvvvcneieerese e, 707.07(d)
Orders Cited .......oovevvireciricsee s 707.06
Outstanding requirements ..........cccceveeeeerereene 707.07(e)
Personal matter excluded ...........cccccoveviiinnnne 707.07(d)
Piecemeal prosecution............ccocevvevienccnienae 707.07(g)
Power of attorney invalid or lacking ...........ccccccevuenene 402
Preliminary amendment in new case......... 709, 714.01(e)
Primary examiner signs............... 706.07, 707.01, 707.09
Primary examiner’s attention required, list.............. 1004
References, citation............ccccocevvnee. 707.05 to 707.05(g)
......................................................... 901.04, 901.05(a)
Refusing entry of amendment after Board decision
........................................................................ 1214.07
Rejection of claim corresponding to claim of patent
............................................................................. 2302
Remailing ......cccocoovevveieeceece e, 707.13, 710.06
Requirement for information...............cccccoeeee 706.02(c)
Restriction requirement...........ccocccevevnineniennns 803, 817
] (1] 1o OSSR 707.13
Reviewed by examiner........ccccccccevevievevennnennnnn, 707.08
Shortened time for reply.......ccccevvevveievcnie i, 710.02
SIgNature .....ccooveeveeincces 707.09, 707.10, 1302.13
Statement of rejection...........cccccvveevenceiennn, 707.07(d)
Status letter reply.......ccooveiniiiic 203.08
Statutory basiS........cccevvvierievenieie s 707.07(d)
SUMMANY ... 707.07(i)
Supplemental..........cccoooiiiiiiii 710.06
UNAelVEred.......ccoveieiiiiiesieeseeeee s 707.13
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Examiner’s search facilities, use regulations -- Facsimile transmission

Sec. No.
Examiner’s search facilities, use regulations................... 510
Example, COmMmEeNnts 0N .........ccccvvvveveveeriereseseeees 707.07(1)
Example, Operative..........ccccoeeveneninneenn 608.01(p), 2164.02
Example, Prophetic, simulated or predicted........... 608.01(p)
Excess number of claims for fee, after notice of allowance
...................................................................... 714.16(c)
Excess number of claims over number of claims previously
PAId TOr ©ooviiiiiic e 714.01(e), 714.10
Excluded attorney or agent............. 105, 407, 713.05, 714.19
Execution of 0ath ..o, 604, 605.04(a)
Executive Order
NO. 5AB4 ..ot 1608
NO. 9424 ... 302, 302.06, 302.08
NO 10,096 .....cvvrviriiiiriieiseee e, 509.02
NO. 10,358 ...t 710.05
NO. 12,598 ..ot 115, 120, 121
NO. 13,292 ...ocoiiiieiceece e 115,121
Executor or administrator............cc.cceeeeeeenne. 409.01, 605.05
Allowance and iSSUE ........cccereereriveneiincrieiens 409.01(f)
Application by, after discharge...........c.ccccevuenee. 409.01(c)
Assigned application, inventor dies................... 409.01(e)
AULhOTITY ..o 409.01(b)
Consular certificate ..........ccooevererieiiinienicieiene 409.01(b)
Foreign country........ccoceveevvereennns 409.01(b), 409.01(d)
Heir ..o 409.01, 409.01(a), 409.01(b), 409.01(d)
Intervention not required .........ccccooveeeveiiienenae 409.01(f)
Joint inventors, inventor dieS..........ccccoceverenee. 409.01(f)
Specification fForm...........cccooiiiiiinieeee 605.05
EXNIDIt...c.ocviiiiccce e 608.03
Exhibit, Affidavit under 37 CFR 1.131.....715.07, 715.07(d)
EXhibit at INterVIEW .......ccooevveiiececeeeeee e, 713.08
Exhibit, handling ..o 608.03(a)
EX parte qUESLIONS .........covvvirieiiirieiiereesie e 713.06
Expedited Right of Appeal Notice ................. 2671, 2673.02
Experimental use (See also Public use).................... 2133.03
............................................................ 2133.03(e)
Commercial exploitation............cc.cccveneee. 2133.03(e)(1)
Completeness of the invention.................. 2133.03(e)(3)
Factors indicative of........... 2133.03(e)(4), 2133.03(e)(5)
Intent to experiment..........cccceeveveevereviennn, 2133.03(e)(2)
Reduction to practice ........cc.coeevvervcnrinnae 2133.03(e)(3)
Testing by third party......... 2133.03(e)(5), 2133.03(e)(7)
Testing, developmental............ccccoeinennen. 2133.03(e)(6)
When experimental use ends ..................... 2133.03(e)(3)
EXPert teStMONY .......cocoviiiiiee e 1504.03
Expiration date of patent (See also Term, Patent)
Adjustment under 35 U.S.C. 154......... 2710, 2720, 2730
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D c ][ o ST 1502.01, 1505
Extension under 35 U.S.C. 156.................... 2750 to 2764
PIant ..o 2701
ULHHEY oo 2701
Export control of patent applications.............cccveevennnne. 120
Exposure of papers during interviews ................ 101, 713.07
Expounding patent 1aw ...........ccocooiviiiciniincienc 713.02
Express abandonment ... 711, 711.01
To avoid publication of application............. 711.01, 1125
Express Mail deposit ..o 513
Express Mail Procedure in ex parte reexamination ....... 2224
Express Mail Procedure in inter partes reexamination
.......................................... 2624, 2665, 2666, 2666.05
Express Mail service.......... 502, 506.02, 511, 513, 711.03(c)
.............................................................. 1216.01, 2510
Expunge information in application file ..................... 724.05
................................... 724.06, 1002.02(b), 1002.02(c)
Extension of shortened reply period.............ccc.c... 710.02(e)
Extension of time........cccoevvvineicieninen, 706.07(f), 710.02(e)
................................................................... 1002.02(c)
For filing brief ..., 1206, 1208, 1215.04
For filing continuing application...................... 201.06(c)
General fee authorization ...........ccccccveenennne, 710.02(e)
Reexamination
EX Parte....cccoevveveievese e 1002.02(c), 2265
Inter partes........cccocvvvevvennennn 2648, 2665, 2672, 2682
ReqUESL.......cociriiieiciccce 710.02(e), 1002.02(c)
Extension, patent term (See Term, Patent)
Extraordinary situations
Abandonment, revival ...........c..ccoovviviicieiennn 711.03(c)
Deferring iSSUE .....ccvevvevveiriieciceeece e 1306.01
Interview after ISSUe ........cocovviiiiniiie e 713.10
Reexamination, exX parte.........ccccevevenereneseseennne 2274
Reply period reSet ........ccovvvevneiiineiereenieas 710.06
Suspension oOf rUles.........ccvvveverercre e, 1002
TIME 1O File i 1206
Withdrawal from iSSUE ........ccceieiireiiiieiceiee 711.01
F
Facsimile transmission
Assignment documents ..........c.ccoeeeerennnne 302.09, 502.01
Central NUMbDEr ..o, 502, 502.01
COrreSPONAENCE.......ccvevererirrie e 502.01
Declaration or 0ath..........cccoeeveieieinienciceeee 502.01
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Federal Circuit -- File wrapper/history

Sec. No.
PCT international application ................... 1805, 1834.01
..................................................... 1865, 1893.01(a)(1)
Maintenance fEeS ..o ieiineiieeree e 2510
Permitted types of correspondence...............c........ 502.01
Prohibited types of correspondence.............c........ 502.01
Reexamination
EX PAME it 2224
INEEI PAITES ..o 2624
Secrecy order application, not permitted ...... 120, 502.01
Federal Circuit (See Court of Appeals for the Federal
Circuit (CAFQ))
Federal holiday
Abandonment date..........coooeiiiiniiiiin, 711.03(c)
Appeal brief ... 1205.01, 2274
CIVIl 8CHION.....ciiiiciie e 1216
Continuity between applications...........ccccccevenee. 201.11
Effect on reference........ccoccvvvvvvecvecicccceneeenn, 706.02(a)
Effect on Express Mail Service ........c.cccoeveieiencnnnn 513
Filing date.......cccceevverrenriennn, 502, 502.01, 505, 512, 513
Foreign application copendency ........cccccceevereenen. 201.13
Foreign patent........cccoceeevvevecncieecncieienn, 2135, 2135.01
Maintenance fees .......covvvrvrvrereiinienciseens 2504, 2506
Papers NOt reCeIVEd ........cccovviiieninenee e 502
Period for reply ending on ...........ccccocevenne. 505, 710.05
Prior art effective date.........ccccoovvevvivivceciennn, 706.02(a)
Provisional application copendency.................. 201.04(b)
PTO busSiness hOUIS .........cccccveriiiiieieiesese e 510
Reply Period........ccoouveiiiiiiiiiee s 710.05
Statutory Dar. ... 2133
Statutory Period ........cccevveeeveveniere e, 710.01(a)
Unscheduled closings ..........ccooovvvieceeiecviciesee, 201.13
Federal [icense rightS.........cocooeieieiiienieeeee e 310
Federal Rules of Civil Procedure
Rule 8(D) Cited ....c.coeeeiiicire e 410
Rule 11(b)
CILEA ot 402
REProduCed........ccoeeieiiiii et 410
Federal Telecommunications System................. 408, 713.01
Fee (See also Refunds)
AAAIESS ... 2540
APPEAL.....coiiic 1204
Assignment recording ..........coeeevreneenensenenenne 302.06
Credit card payment of .........ccccecveneenen. 509, 706.07(f)
Current amounts available on USPTO web site......... 509
............................................................................. 1730
Examiner’s amendment ..........ccoceoeeerenieiennnnn, 706.07(f)
Extensions of time ..o 706.07(f)
Rev. 6, Sept. 2007
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Sec. No
FiliNG oo 509, 607
Claims in eXCesS Of ....cooeviiiiiiiecee e 607
Dependent claims...........ccoovveeienennenens 608.01(n)
DepoSit ACCOUNT.......cviiriiiriiieiseecse e 509.01
Disclosure DOCUMENL..........coviriiiiriiiiinieesienns 1706
INAAEQUALE ......eveiecereeeeeee e 506
International application ..............cccceevrvennnn. 1810, 1827
Nonprovisional application .............c.ccccoenee. 601.01(a)
Provisional application...........cccccveeniennncnn 601.01(b)
Reduction for small entities ..........cccccccoernennn. 509.02
Reexamination
EX PAIte ..o 2215
INtEr PAMTES.....oevivirii e 2615
REISSUE ..vevveeee et 1415
RETUM . ..o 503, 607.02
Small entity ....cocveeeieeec e 509.03
Issue (See Issue fee)
Maintenance (See Maintenance fees)
PaYMENT.....ccooiiiii e 509
Petition t0 reVIVE ......cccocvvvvrciece e 711.03(c)
Publication fee............. 1126, 1133, 1303, 1306, 1306.03

Reduction of basic fee for international applications
containing large sequence listings and/or tables

......................................................................... 1823.02
Reduction for small entities...........ccccocervenirnennns 509.02
Field of search ............ 708.03, 904, 904.02, 904.02(a), 1701
Notation in file ... 719.05, 904
Field of search, notation by examiner.................... 705.01(a)
................................................. 719.05, 904, 904.02(a)
Figures (See Drawings)
File Information Unit (Record Room)..................... 102, 103
................................................ 508.03, 711.04, 711.06
File wrapper/history (See also Image File Wrapper (IFW))
............................................................................... 719
ACtiON NtEred ......cceviiriiiiiieesee e 707.10
Allowed case data entered...........cccocevvrerenennnne 1302.09
Amendment endorsed..........ccccvveeeeeinnnnns 710.05, 714.18
Arrangement of Papers........cccvevvienerneneens 719.01(a)
Assignment endorsement ..........cocevevvveseeinsieeieeieenns 303
CiVIl 8CHION ...veccecee e 1216.02
Classification data.........ccocoovvvvrriviiineiniineisenns 719.03
Classification hiStory............ccocvveniiinnnicienene 719.03
ComPIELENESS ... 724.01
“Contents”, ENtry iN ..o 719.01
Continuation, Former Rule 1.62 (FWC)
PUDIIC ACCESS...cuviviiveiiiierieie e 103
RESLHCHION. ..o 819
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Files Repository -- Flowchart for

Sec. No.
Correction Of €rror........ccoevvvivviinerecces 719.02
Data entered N ..........ccoevevrvennnn. 710.05, 719.02, 1302.09
Field of search........ccoooeiiiiiicee, 719.05
Field of search, patentability report .................. 705.01(a)
Foreign application cross-noting............cceceveveenee. 202.03
..................................................... 1893.03(c), 1895.01
Foreign filing date entered on................. 719.06, 1302.06
Index of Claims ... 719.04
Licensing and Review Stamp ........cccocevvierenneneennen. 140
Name of applicant changed...........ccocoovirennne. 719.02(b)
Notes to application of another party..........cccccevvenne. 101
PaPEIS IN oo 719.01
Parent application notation on ............... 202.02, 1302.09
Print of drawing .........ccocovveiiniinneeee 719.01(b)
Printout of search history ..........ccccoevvevvivevcvennnnnn, 719.05
Relation of application noted on.............. 202.02, 719.07
Residence changed...........cccccoevveivcieciicienennenn, 719.02(b)
Return of paper entered on...........ccocoeieiiiinennns 719.01
“Searched” boX entries.........ccoevireiineenennnn 719.05
“Searched notes” boX entries ........ccocccvvervvrennn, 719.05
Signing by primary examiner..........cc.coeeevvennen. 1302.13
Statutory period ends on nonworking day ............ 710.05
Files REPOSITONY ......cccoveiiiiiiie e 711.04(b)
Filing date ................. 201.06(c), 502, 503, 505, 506, 506.02
Continued prosecution application (CPA) ........ 201.06(d)
Effective, prior application ........ 201.11, 706.02, 2133.01
Express Mailing date ..........cccoooeieiiicinnne 506.02, 513
Foreign application, Convention date
(See also Foreign application)............. 201.13, 201.15
International application...........c.cccceevevevenciencninn, 1810
Later filed application as disclosure.................. 608.01(p)
Patent Cooperation Treaty (PCT) ...cccccevevereieeneenn. 1810
Petition.........cccccevvrene. 506.02, 513, 601.01(b), 601.01(c)
..................................................... 601.01(f), 601.01(g)
Refusal to acCOord .........cvvviivciiiieeseee e, 506.02
Review of refusal to accord ........cc.ccoevvverieninnas 506.02
Subsequent publication as disclosure................ 608.01(p)
Filing date of reexamination request
EX PAITE...coii e 2215
INEEE PAITES....eevveeeeece e 2627
Filing fee (See also Fee; Refunds) .......cccccvvervveviciinnnnns 607
Continued prosecution application (CPA) ........ 201.06(d)
Of a reissue application ..........cceevverernenninennn, 1415
DepoSit aCCOUNL .....ecveveiecirce e 509.01
INAAEQUALE.......ccuiieii e 506
Reduction for small entities ...........ccccceveveinnnnn. 509.02
Reexamination
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Sec. No
o o= 1 T 2215
INTEr PAITES ..oovveee e 2615
Reissue application...........coccovereienensiencncenee, 1415
RELUM ...t 503, 607.02
Filing receipt (See also Postcard, self-addressed)....... 201.03
....................................................................... 503
Final action (See Final rejection)

Final Board decision in inter partes reexamination
........................................................... 2681, 2682
Final data capture.........cccocoveiiiiniiiinccsese e 1309
Final reJeCtion.........ccccvvveieiine e 706.07
Amendment after..........cocoovvrvinininnn 714.12,714.13
Amendment after, entered in part............c.ccceene. 714.20
FIrst aCtion......ccocoveiiiieinee e 706.07(b)
INEEIVIEW ... 713.09
] 1 =] PSPPSR 706.07
Patentability report.........ccccoceoeiiiiiniiincens 705.01(a)
Petition t0 vacate .........cccocvveereneseeciee 1002.02(c)
Premature .......cccoeoveivenieienisee e 706.07(c)
Premature, Withdrawal of .........c..ccccceeeviienine 706.07(d)
Primary examiner’s attention required..................... 1004
Request for continued examination (RCE)....... 706.07(h)
Reexamination, ex parte.........ccceveveneneneneneenne 2271

Reexamination, inter partes (See Action: Closing
Prosecution in inter partes reexamination)

Secrecy order application .........ccoccoevvieiveivevieicie s, 130
SPECIAL..veviiciicieeiee s 708.01
Time for reply ..o, 706.07(f)
Transitional procedure..........cccooeveirenneneenn 706.07(9)
When proper.......ccccoevveenene 706.07, 706.07(a), 706.07(b)
Withdrawal.........ccooveviiiencicc e 706.07(e)
Withdrawal, Primary examiner’s attention..... 1004, 1005
Withdrawal of premature ...........ccocooeeinvnennn 706.07(d)
Withdrawal prior to hearing on appeal................ 1207.04
Final restriction requirement............cccceveverercnenennn, 818.03
First action final rejection..........cccceevevevevcveinennn, 706.07(b)
INaN RCE.......ccocovveiiiee e 706.07(b), 706.07(h)
First Office action form .........cccocevvvevivninnieieeee e, 707
First action on the merits (FAOM) (See Letter, Examiner’s)
Fissionable material..........cc.ccoovveveiviveieicncrerenn, 706.03(b)
Five year pendency.........cccccoevvveneieneniseninns 707.02, 708.01
Flowchart for
Effective date under 35 U.S.C. 102(e) ......... 706.02(f)(1)
Examination of computer-related inventions ........... 2106
Genus-Species guidelings...........ccocvvvivvereienennns 2144.08
Prior art citation in a patent..........ccoceveieveneieneenen, 2206
Reexamination provisions, ex parte ..........cc.cceeveuene. 2201
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Sec. No.
Reexamination provisions, inter partes............... 2601.01
Reformed PCT System .......cccccoovvveiviiecvievcnesenienn, 1842
Transitional after-final procedures (37 CFR 1.129(a)
...................................................................... 706.07(9)
Treatment of applications having conflicting claims. 804
FIOW ShEet ..., 608.02
FOIA (See Freedom of Information Act (FOIA))
FONt, tYPE .ovvivececee e 608.01, 1504.01(a)

Foreclosure (See Assignment: Security interests)
Foreign application (See also International application)

FAN o] (o1 0 Uy SRR 706.02, 2127
Certificate of correction to perfect priority
................................................. 201.16, 1481, 1481.03
Certified copy to avoid reference............. 201.14, 706.02
Certified copy not filed........c..cccovevevevcniniennnne 201.14(c)
Cross-noting on file wrapper/history .................... 202.03
Date entitled t0.......cccovevvveicereiienn 201.13 to 201.15
Design patents........cccccveveieienenenieen. 1504.02, 1504.10
Determination of priority............ccoceevenene 201.14, 201.15
DISCIOSUIE ... 201.15
Duty of disclosure of information cited........... 2001.06(a)
English language translation for benefit of date
..................................................... 201.15, 706.02
Ex parte reexamination to perfect priority ............... 2258
Filed more than a year before U.S. application
...................................................................... 201.14(c)
Filing in foreign country .........ccccooeveiiienc e 140
FIESt . 201.13
German design applications.............c.cceeeenuenne 201.14(b)
Great Britain .......cccoovvviiiiiieeees 201.15
Identification.........cccccevveviieniic s, 201.14(d)
Incorporation by reference in U.S. application .... 201.13,
.......................................................................... 201.17
Inter partes reexamination to perfect priority........... 2658
License to file ....coovevevevcceiccece e 140, 706.03(s)
Listed on oath/declaration..............ccccccvrvenen. 201.14, 602
No claim for priority ........ccccoevoiiiiiieiceen, 201.14(c)
No reference made in declaration ..................... 201.14(c)
Notice to Office after nonpublication request.......... 1124
Noting earliest date in file history/wrapper........... 202.03
Ordering COPIES.....coveereieereiee e 901.05(c)
Overcoming reference which is ................... 201.15, 715
Prior art cited in related ... 2001.06(a)
L o] 1] YR 102, 201.13, 706.02
Papers not filed .........cccooovvviiiiicecce 201.14(c)
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Sec. No.
Petition for unintentionally delayed claim for priority
............................................ 201.14, 201.14(a), 201.16
...................................... 1002.02(b), 1402, 2258, 2658
Priority document in parent application........... 201.14(b)
Reissue application claiming foreign priority
................................................................... 1402, 1417
RIibboned ..o, 602.04(a)
SAME INVENTION .......ooiiiiiece e 201.15
Sl 602.04(a)
Statutory bar ..o 201.13, 706.02(e), 2135.01
Time limits to submission .................... 201.14, 201.14(a)
Certificate of COrrection .........ccccevvvveveieierieennn, 201.16
REISSUE ..ot 201.14, 201.14(b), 201.16
Translation required ..........ccooceeevervrnnnne 706.02, 201.15
Foreign countries recognized for priority ................... 201.13
Foreign executed 0ath.........ccccoevevveieienencsc e 602.04
Foreign filing, Proving priority...........ccccoce... 201.14, 706.02
Foreign filing date
Entitled t0.....covveeeeicecce e 201.13, 719.06
On file wrapper/history ........ccccevvevreveneneiesenes 202.03
Foreign filing license........ccocoivniiiciiin e 115, 140
FOr PCT o 115, 1832
Foreign language
APPLICALION ... 608.01
Names for months ........ccccceeevvveiiviisiniiecieins 901.05(a)
Names for United States..........c.ccooeevvrierienennene 901.05(a)
Oath or declaration............ccocveveveieienene e 602.06
Foreign patent
Art COHECION.....ev v 901.07
Citation.......cccocvevevcce s, 707.05(e), 901.05(a)
Citation dates and information .............c.cc..c.... 901.05(a)
........................................................... 901.05(b), 1851
Classification.........cooeeeviieveeeiiecce e 903, 903.03
COUNENY COUBS.....viveieiiiierieierie et 1851
Database SEarch.........cccocvvevevvnivsivcieieciese s 706.02(e)
Document citation, in PCT ..., 1851
DUPHICALES. ... 903.03
Effective date ........ccoovvveineicece 901.05(b)
Family of (INPADOQC)........ccccvevveiveiieiieieieinens 901.06(a)
In prior art statement ..........ccoceevvvivcecnennnne, 609, 609.01
Individual country OVerview ............ccccoceveenenenncns 901.05
JOUMNALS ..o 901.06(a)
LaW OVEIVIEW.....ccvvieveeieieieie et 901.05
LiDrary ..o 901.06(a)
Listing at allowance ...........ccoovviiincicicic 1302.12
OPPOSITIONS ...t 901.05
Ordering COPIES ....cvvverveeriereeireeeesie s 901.05(c)
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Sec. No.
Print of, where obtained.........c..cccccovvevveierennn. 901.05(c)
REfErenCe .......ccovvvevveiieieceee e, 706.02, 901.05
Statutory bar.......ccccoceveeversieneeee 201.13, 706.03(s)
TraNSTRI . 903.05
Translation of ..., 706.02, 901.05(d)
Unlicensed, same applicant..............ccccooevvnnnnnn. 706.03(s)
Foreign priority (See also Foreign application)
.......................................................... 201.13 t0 201.16
Design patent applications...........ccccccvveevrennene. 201.14(b)
......................................................... 1504.02. 1504.10
U.S. filing date computed .......... 201.13, 706.02, 2136.03
Formal matter
Allowance and issue .............. 1302.01, 1302.02, 1302.04
Amendment of application in issue...........c.cc....... 714.16
Claim allowable except for...........ccecvvvnene 706, 707.07(j)
Review of action involving...........c.ccocvvvnene. Introduction
Right of priority
Prior foreign application.................... 201.13t0 201.16
........................................................... 1402, 1417
Prior U.S. application ..........ccccccoveverennne 201.11, 1405
Specification format..........ccoceevviiircieicicicnee 608.01
When taken Up ....cooovveeierncnennns 707.07(a), 707.07(e)
.......................................................... 707.07(j), 714.02
Former employee restriCtions..........cocoovvevevnenecnennns 1702
Form letters and forms
Abandonment...........ccocoeveiiiiii e, 711.04(c)
Action Closing Prosecution PTOL-2065.. 2671.02, 2696
Advisory ACtion..........ccceeieieieiencnne. 706.07(f), 714.13
Advisory Action — Ex Parte Reexamination PTOL-467
................................................................... 2265, 2296
AOWabILY ..o 1302.03
Amendment received after allowance............... 608.02(2)
............................................ 714.16(d), 714.16(e)
Amendment after Board decision, refused entry. 1214.07
Amendment not fully responsive...........cccccceeennne 714.03
Amendment unsSigned .........cccceeveeeeieciicinennene, 714.01(a)
Certificate of Correction form PTO/SB/44 or PTO 1050
................................................................... 1480, 1485
Certificate under 37 CFR 3.73(b) PTO/SB/%............ 324
Change of Correspondence Address, Application
PTO/SBI122 .....coooieiiieieeei e 403, 2542
Change of Correspondence Address, Patent PTO/SB/123
..................................................................... 403, 2542

Compact disc transmittal sheet for submission of
sequence listing and/or tables to the United States
Receiving Office under PCT Administrative
Instructions-Part 8..........ccccooceviieiiienicenee 1823.02
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Sec. No
Cover sheet, assignment document ....................... 302.07
Cover sheet, provisional application
(071 (Yo F PSR 201.04(b), 601
Reproduced .........ccoeovvereinincieee 201.04(b)
Credit Card Payment Form PTO-2038
Cited...ooovvereiieiee e 509, 1302.04, 1306, 2510
Reproduced .........ccovvvvieiiieneieseee e 509
D10 i 130, 1304.01
D-11 1103
DD FOrmM 441 .....cccvviiiiiiiee e 120

Death of Attorney, Application ready for allowance .406
Declaration for Plant Patent Application PTO/SB/03

............................................................................. 1604
Declaration for Utility or Design Patent Application
PTO/SB/OL ...t 602
Disclaimer in Patent PTO/SB/43..........c.ccoccevviieinins 1490
Disclosure Document Request PTO/SB/95.............. 1706
Election of SPeCies.........ccccovereiiieieiencieeieae 809.02(a)
Examiner Checklist — Reexamination
PTOL-1516 ...ccocovvirveiveccrecieereern, 2296, 2687, 2696
Examiner’s action PTOL-326 .........cccccceveviveeiveecneenns 707
EXamINEr’s aNSWEN .........covveeiuieeieeeiree e sreesreesaneens 1207
Examiner’s Biweekly Time Worksheet PTO-690E
......................................................... 1704, 2238, 2638
Examiner’s Case Action Worksheet PTO-1472....... 1705
Fee Address Indication PTO/SB/47
CItEA .o 2540, 2595
ReproducCed..........coevreiiiiiiciiiee e 2595
Final rejection.......cocooveieieieicisse e 706.07

For Design Applications Only: Continued Prosecution
Application (CPA) Request Transmittal PTO/SB/29
..................................................................... 201.06(d)

For Design Applications Only: Receipt For Facsimile
Transmitted CPA PTO/SB/29A................... 201.06(d)

45-0ay LEeter....ocveeeiee e 150

General Office Action, Ex Parte Reexamination
PTOL-466.........coviirieriiirieiseieeseiseseens 2262, 2296

General (Ex Parte) Reexam Communication PTOL-473
(With SSP)...ocviiiiiieiveecres 2250, 2266.03, 2296

Incorrect citation of references, Correction...... 707.05(g)

Information disclosure statement (IDS) PTO/SB/08

Cited ..o, 609.02, 609.03, 609.04(a), 609.05(a),
................. 609.05(b), 609.05(c), 609.06, 609.07,
......... 1893.03(g), 1901.03, 2001.04, 2003, 2004,
.................................. 2214, 2258.01, 2280, 2287
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Form letters and forms -- Form letters and forms

Sec. No.

Interference Initial Memorandum............ 2302, 2304.02,
2304.04(a)
Interfering Subject Matter, Secrecy order applications

International application transmittal (PTO-1382)
................................................................... 1830, 1832
Inter Partes Reexamination Communication (With SSP)
PTOL-2071 ..o 2696
Inter Partes Reexamination Communication (Without
SSP) PTOL-2072 ...cocveveeieeeeee e 2696
Inter Partes Reexamination Notification Re Appeal
PTOL-2067 ....cocvrvervireriennieieienienens 2662, 2674, 2696
Inter Partes Reexamination Transmittal PTOL-2070
................................. 2664, 2670, 2677, 2686.01, 2696
Interview Request, Applicant Initiated PTOL-413A

Interview Summary, Examiner Initiated PTOL-413B
............................................................. 713.04, 714.13
Interview Summary PTOL-474, Reexamination
................................................................... 2281, 2296
Issue Classification Slip (Blue slip) PTO-328, PTO-270
Cited .o 1107, 1455, 1611
Issue Classification, Designs PTO-328................. 903.07
.................................................. 903.09(a), 1107, 2287
Issue Classification Form/Sheet/Slip ...903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
DIgESES .ot 903.07
INItIAlING ..o, 903.07(b)
Issue Fee Transmittal PTOL-85B....................... 307, 324

................................................ 1306.02, 1309, 1481.01
Maintenance Fee Transmittal PTO/SB/45

Reproduced .........ccoeiiriiiiece s 2595
Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

(011 (=To I 1121, 1122, 1135
Reproduced.........ccoveiiiriiiiee s 1135
Note to SPRE/Examiner/TC Personnel of Inter Partes
Reexamination Deadlines PTOL-2061 ............... 2696
Notice of Abandonment
PTOL-1432 ..coi i 711.04(c)
Notice of Abandonment under 37CFR 1.53(f) (CPA) For
Design Applications PTO-2019 .................. 201.06(d)
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Notice of Allowability PTOL-37 ........ 602.03, 608.02(b)
...................... 608.02(z), 609.05(b), 710.02(e), 714.13
...................................................... 812.01, 1205, 1207
............................................... 1302.03, 1302.04, 1455

Notice of Allowance and Issue Fee Due PTOL-85
................................ 115, 203.08, 406, 509.03, 602.03
........................................................ 708.02, 710.02(e)
............................................ 711.02, 711.03(c), 711.06
.......................... 714.15, 714.16, 714.16(a), 714.16(d)
..................................... 1126, 1303, 1303.03, 1304.01
............................ 1305, 1306, 1306.02, 1306.03,1308
...................... 1308.01, 1308.03, 1309, 1512, 2001.04
.......................................... 2406, 2411, 2411.03, 2575

UNdeliVered........ccocvvvvvrvnneieeeere e 1303.02

Notice of allowance, Secrecy order applications
D-10 i 130, 1304, 1304.01

Notice of Appeal from the Examiner to the Board of

Patent Appeals and Interferences PTO/SB/31

Notice of Concurrent Proceedings — Inter Partes
Reexamination PTOL-2062..........ccccceevvivivernnnnne. 2696
Notice of Defective Paper — Ex Parte Reexamination
PTOL-475.....ccciivieiieieennn, 2250, 2266.02, 2266.03
............................................... 2272, 2273, 2295, 2296
Notice of Defective Paper — Inter Partes Reexamination
PTOL-2069............ 2666, 2666.01, 2666.04, 2666.06,
............................................... 2666.50, 2666.60, 2696
Notice of Draftsperson’s Patent Drawing Review
PTO-948 ..o 608.02(b), 608.02(h)
.............................................................. 707, 707.07(a)
Notice of Failure to Comply with Inter Partes
Reexamination Request Fee Requirements
PTOL-2057 ..ottt 2696
Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8, 1995 PTO-
2011 Reproduced........ccoevvrerieenienieienieceen, 201.06(d)
Notice of Improper CPA For Design Applications PTO-
2012 Reproduced........cccoevvevreieniniesieeieenen, 201.06(d)
Notice of Improper Request for Continued
Examination (RCE) PTO-2051.................... 706.07(h)
Notice of Incomplete Nonprovisional Application
PTO-1123.......... 506, 601.01(d), 601.01(e), 601.01(f)
................................................. 601.01(g), 2731, 2732
Notice of Incomplete Reply (CPA) for Design
Applications PTO-2018 Reproduced........... 201.06(d)



INDEX

Form letters and forms -- Form letters and forms

Sec. No.

Notice of Incomplete Request for Inter Partes
Reexamination PTO-2059.........ccccovvvviienineniennnns 2696
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469 .................. 2235, 2250
................................................ 2250.01, 2271, 2271.01
................................................ 2273, 2287, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068 ................ 2687, 2696
Notice of Intent to Publish Statutory Invention
Registration SIR-L .......ccccccviriiiiiicieccnee 1107
Notice of Inter Partes Reexamination Request Filing
Date PTOL-2058........cccccovviineirenieesenieeseeneens 2696

Notice of Non-Acceptance of Small Entity Patent
Maintenance Fee, PTO-2140............cc.c.... 2531, 2550
Notice of Non-Compliant Amendment............. 714.01(e)

Notice of Non-Recordation...........ccoceverenennnnnne 302.09
Notice of Omitted Items in a Nonprovisional Application
PTO-1669......ccccevreviieieenienennn, 201.06(c), 601.01(d)
.................................................. 601.01(g), 2731, 2732
Notice of Overpayment of Patent
Maintenance Fee, PTO-211.....cc.cccoveevvvvvveeennne. 2550
Notice of Recordation............ccocevvvvevvivieneienennns 302.09
Notice of References Cited PTO-892....... 707, 707.05(a)
................................... 707.05(c), 707.05(d), 707.05(e)
................................................................... 2687, 2690
Notice of Special Acceptance of Patent Maintenance
Fee, PTO-2143 ..ot 2530
Notice of Statutory Invention Registration (SIR)
Acceptance, SIR-N (Form D-11) ..........cccceveeee 1103
Notice of Withdrawal from Issue under 37 CFR 1.313(b)

Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468............... 2273, 2274, 2296
Notice to Comply With Requirements
Applications For Patent Containing Nucleotide
Sequence and/or Amino Acid Sequence Disclosures
PTO-1661........ccccevvnee 2427.01, 2427.02, 2731, 2732
Notice To File Missing Parts of Application ........ 201.03
......................... 601.01(a), 607, 710.02(d), 2731, 2732
CPA for Design Applications PTO-2021 Reproduced

......................................................... 201.06(d)
Notification of Non-Compliance with 37 CFR 41.37(c)
PTO-4B2....cooiiiiiiirrieeeeieeee e, 1205.03

-39

Sec. No.
Notification of Non-Compliance with 37 CFR 41.37(c) —
PTOL-462......ccoiiieieiieiei e 1205.03
Office Action — Ex Parte Reexamination
PTOL-466.........coveirieriiirieineeeseieeeeenns 2262, 2296
Office Action - Inter Partes Reexamination PTOL-2064
Cited....cooovvveireecen, 2647.02, 2660, 2671.01, 2696
Reproduced .........ccoevveiiiiiniese e 2660
Office Action Summary PTOL-326................. 608.02(h)
Order Granting/Denying Request for Ex Parte
Reexamination PTOL-471.........ccccocevvveiveveenenne, 2296

Order Granting/Denying Request for Inter Partes
Reexamination PTOL 2063
Cited...ovoiveicivece e 2646, 2647.02, 2696
Reproduced .........ccovvvecinicnees 2647.01
PCT forms (See Patent Cooperation Treaty (PCT))
Petition for express abandonment to Avoid Publication
under 37 CFR 1.138(c) Reproduced.................... 1135
Petition for Revival of an Application
For Application Abandoned for Failure to Notify the
Office of a Foreign or International Filing

PTO/SB/64a
Cited..ooiieiceeeeees 711.03(c), 1124, 1135
Reproduced ..........cccoeviiinenciien, 711.03(c), 1135
For Application Abandoned Unavoidably PTO/SB/61
............................................................. 711.03(c)
For Application Abandoned Unintentionally
PTO/ISB/B4......cooeiiiiieineereeea 711.03(c)
Plant Patent Application (35 U.S.C. 161) Declaration (37
CFR 1.63) PTO/SB/03.......cocoeeeririeieeeieiereseeeenen, 1604
Power of Attorney to Prosecute Applications before the
USPTO PTO/SB/80.......cevriririiieirinieieeinene 402.07
Provisional application for patent
Cover sheet PTO/SB/16.........ccccecvveneenienin 201.04(b)
PTO-150...cccciiieeieirieieieeieie et 1706
PTO-211 .ot 2550
PTO-270 (Blue SIip) ....cocovvveveennne 903.07, 903.09, 1107
............................................................................. 1455
PTO-328...coiiiieereee e 903.07, 1107
PTO-447A ..o 903.08(a), 903.08(d)
............................................................. 903.08(e)
PTO-690E ..o 903.03, 1704, 2238, 2638
PTO-850
Cited ...ccvnnee. 1002.02(d), 2302, 2304.02, 2304.04(a)
REProduCed.........cceveverirreieee e 2302
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Sec. No. Sec. No.
PTO-892 PTOL-85

Cited.....201.15, 608.01, 609.02, 609.04(a), 609.05(a), Cited..ooeireeiece 203.08, 714.16(d), 1303, 1306
..................................... 609.05(c), 609.06, 707, 707.05 cererrereneneeneeeeeeennns 1306.02, 1308, 1308.03
................ 707.05(a), 707.05(c), 707.05(d) Reproduced ..........cccoovvvviireinineseneseseenen. 1303

.................... 707.05(e), 707.05(g), 901.06 PTOL-85B
.............. 1302.04, 1302.12, 1406, 1901.06 Cited.......oevven. 307, 324, 509.03, 512, 1303, 1306
............................. 2246, 2257, 2290, 2646 cererneeeenneeenns 1306.01, 1306.02, 1309, 1481.01
...................................... 2657, 2687, 2690 Reproduced ..........cccccvveviiniiiiiiccnesecnieeenn. 1303
Reproduced ........cccoeiiiniiiicics e 707.05(a) PTOL-85C Reproduced..........cooevvrerirenieireniecnen, 1303
PTO-948 ...t 608.02(b) PTOL-90............. 608.02, 707, 714.16, 1205.03, 1207.05
............................................ 608.02(h), 707, 707.07(a) cerereneeeneeeneeenns 1208, 1209, 1210, 2427.01
PTO-1050 ..., 1480, 1480.01, 1485 PTOL-271 .o 714.16(d)
PTO-1123 ...t 601.01(d), 601.01(e), 601.01(F) e 714.16(e)
.................................................. 601.01(g), 2731, 2732 PTOL-303......ccoevvirreniereenieneeiennn. 106.07(F), 708.02
PTO-1382 ... 1830, 1832 s 711.03(c), 714.13
PTO-1472 .ot 1705 PTOL-319 ..ot 714.03
PTO-1516 ....ocviiriiiiciee e 2287, 2295 PTOL-324 ..ot 714

PTO-1517 .ot 2287, 2295 PTOL-326
PTO-1590 ..ot 719.05 Cited....ooiviiciiece e 201.14(b), 201.14(c)
PTO-1595 ... 302.07 608.02(h), 706.07
PTO-1661 ..o 2427.02 707, 710.02(b), 812.01
PTO-1669 .....coovrrieireinieeines 201.06(c), 601.01(d) REProdUCEd ......cvveeiiiiciec e 707
.................................................. 601.01(g), 2731, 2732 PTOL-404 ..o, 1485
PTO-2011 Reproduced ........ccoevvvvrvevienieennenn 201.06(d) PTOL-413 ..o 713.04, 714.13
PTO-2012 Reproduced ........ccccevvvvrerrnnnannnne 201.06(d) PTOL-461 ..o 1215.04
PTO-2018 Reproduced ...........ccevvrirvrieninicenean 201.06(d) PTOL-462 .....ccovvveiiiiennn 1205.02, 1205.03, 1207.02
PTO-2019 Reproduced .........ccccceirenveeninieenenn 201.06(d) PTOL-462R.....coiiiieiieeeeeee e 2274, 2296
PTO-2021 Reproduced ..........cccceeirenvrreninicenenn 201.06(d) PTOL-465 ..o 2262, 2264, 2283, 2296
PTO-2038 PTOL-466 .....ccovviiiiiicee e 2262, 2296
Cited ..o 509, 1302.04, 1306, 2510 PTOL-467 .... 2250, 2265, 2262.01, 2266.02, 2272, 2296
ReProduced.........coevvrveeiineiirccee e 509 PTOL-468 ..o 2273, 2274, 2296
PTO-2051 ... 706.07(h) PTOL-469 ..ot 2287, 2296
PTO-2140 ..o 2531, 2550 PTOL-AT1 .ot 2296
PTO-2142 ..ottt 2531 PTOL-473 ..ot 2250, 2266.03, 2296
PTO-2143 ..o 2530 PTOL-474 ..o 2281, 2296
PTO/SB/08A and 08B ................ 609, 609.03, 609.04(a), PTOL-475 ..o 2250, 2266.02, 2266.03, 2272
..................... 609.05(a), 609.05(h), 609.05(c), 609.06, et 2213, 2295, 2296
......................................... 609.07, 707.05(d), 1302.12, PTOL-A76 ... 2687
............................................... 1406, 1901.03, 1901.06 PTOL-501 ...ocvvriiiireeennreenenreeennenene. 2633, 2647.02
....................... 2214, 2246, 2257, 2258.01, 2287, 2290 PTOL-1432 ....coovvveeveiieneeienneienenneenn, 111,01, 711.02
...................................... 2614, 2646, 2657, 2687, 2690 certrtree e snsnesssnseesenesenneenens 11.04(C)
PTOL-37 PTOL-1516 ...ocovieiieiriiiciieee e 2296, 2687, 2696
Cited ..o, 203.08, 602.03, 608.02(b), 608.02(2) PTOL-1517 oot 2296, 2687, 2696
.............. 609.05(b), 707.05(g), 710.02(e), 714.13 PTOL-2057 ..coviriieireieenireersneenenreene e 2696
................................................... 812.01, 1302.03 PTOL-2058 ..o, 2696
................................... 1302.04, 1302.12, 1302.14 PTOL-2059 ..o, 2696
Reproduced.........ccvveviiiniiciiccee s 1302.03 PTOL-2060 .....occveiiviiicienieieesieeee et 2696
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PTOL-2061......coiirieiiiieieeneee e 2696
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PTOL-2063
(O71(-To ISR 2646, 2647.01, 2647.02, 2696
Reproduced.........cccevevveverierennse e 2647.01
PTOL-2064
(071 (-0 IR 2647.02, 2660, 2671.01
Reproduced.........ccoveviiiriiiirice s 2660
PTOL-2065.......ccceiriiicisieieeseiee e 2671.02, 2696
PTOL-2066........cccvviieiriiieinieeicreeeiens 2673.02, 2696
PTOL-2067.....cccccvvvrrrrienn. 2662, 2674, 2675.02, 2696
PTOL-2068........cccvveieiiiieiierieeeesieesiesienens 2687, 2696
PTOL-2069
Cited .......... 2666, 2666.01, 2666.04, 2666.06, 2666.50
...................................................... 2666.60, 2696
Reproduced.........ccevvevieneieieie e 2666.50
PTOL 2070 ......ccvnene. 2664, 2670, 2677, 2686.01, 2696
PTOL-2071....coiciiiieiceeeeeee e 2666.06, 2696
PTOL-2072...coiiiiiieiieeene et 2696
PTO/SB/01 Reproduced .........cccevvveiveiericnesiesieeienns 602
PTO/SBI03.......oieeiieiee e 1604
PTO/SB/0B ......ccovevieviieieiinieisesieie e 608.01(n)
PTO/SB/OT ...ttt 608.01(n)
PTO/SB/0S ............ 608.01, 609.02, 609.03, 609.04(a),
............. 609.05(a), 609.05(b), 609.05(c), 609.06,
.................................. 609.07, 707.05(d), 1302.12
PTO/SB/08BA
Cited...oooieeieecece e, 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
.609.07, 2214, 2246, 2256, 2257, 2258.01, 2290,
........................................ 2614, 2646, 2657, 2687
ReproducCed..........coveiiiniiieeee e 609
PTO/SB/08B
Cited..c.ooeieereieee e, 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
.609.07, 2214, 2246, 2256, 2257, 2258.01, 2290,
.............................. 2614, 2646, 2657, 2687, 2690
ReProduCed.......cccovvvevieriere e 609
PTO/SBIL6.....c.coiiiiiiiiieseese e 201.04(b)
PTO/SBI24.......cooiiiieeceeeeee e, 711.01
PTO/SB/24A
Cited oo, 711.01, 1125, 1135
Reproduced..........cceeveveveneiennse e, 711.01, 1135
PTO/SBI25.....cooiiiieiee et 1490
PTO/SBI26.......ccoeiieiieeieiee e 1490
PTO/SBI27 ..ot 1504.30
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PTO/SB/30 Reproduced.............cccuverevnerennns 706.07(h)
PTOISB/3L ..ot 1204
PTO/SB/35
Cited .o 1121, 1122, 1135
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PTO/SB/36
Cited .o 1123, 1124, 1135
Reproduced .........ccoeveiinenieicc e 1135
PTOISB/37 ..ottt 709
PTO/SB/42....... 2246, 2256, 2257, 2258.01, 2262, 2614,
........................................................ 2646, 2657, 2687
PTO/SB/43 Reproduced.........ccccvevverevnerenesnsieanene 1490
PTO/SB/44
Cited ..ooeirreeeeee 201.03, 1480, 1480.01, 1485
Reproduced .........cooveiriiiiiise e 1485
PTO/SB/45
CHted e 2515, 2595
Reproduced .........ccooviiiiiinieineeee e 2595
PTO/SB/47
{04 (=Y I 2540, 2595
ReProduced .........ccceveveivrieireeeeee e 2595
PTO/SB/50 Reproduced..........cccceouereenereneneieniene 1410
PTO/SB/51
Cited .o 1410.01, 1414
Reproduced .........coovviriiiiise s 1414
PTO/SB/51S Reproduced...........cccoevvrvivavnnnanns 1414.01
PTO/SB/52
Cited oo 1410.01, 1414
Reproduced .........coovviveiiiiiic s 1414
PTO/SB/56 Reproduced..........ccccoovverirenecnenieenen. 1415
PTO/SB/57
CIted e 2214, 2296
Reproduced .........ccoeveiiieniiineeeeee e 2214
PTO/SB/58
CIted .o 2614, 2696
ReProduced .........cccevevvivrieie e 2614
PTOISB/BL ...t 711.03(c)
PTOISB/B2 ...ttt 711.03(c)
PTOISB/B3 ...t 711.03(c)
PTOISB/B4 ... 711.03(c)
PTO/SB/64a Reproduced ............ccccvenee 711.03(c), 1135
PTO/ISB/64 PCT ... 711.03(c)
PTOISB/BB .......ecviiieiiiieieiee e 2595
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PTO/SB/B7 Cited.....ccocveveeeeiere e seee e 104 ReProduced .........ccceveveivrieireieee e 2614
PTO/SB/68 Request for Statutory Invention Registration PTO/SB/94
CHted .. 103, 711.04 e 1101
ReproducCed..........ccoeveiriicirec e 103 Request for Withdrawal as Attorney or Agent
PTO/SB/80 Reproduced ............ccceevrveerenirinerenns 402.07 PTO/SB/83 ..o 402.06, 2623
PTO/SB/81 Rescission of Previous Nonpublication Request (35
Cited .o 402, 601.02, 1604 U.S.C. 122(b)(2)(B)(ii)) and if Applicable, Notice of
Reproduced..........coovveiieneisieseiee e 402, 601.02 Foreign Filing (35 U.S.C. (b)(B)(iii)) PTO/SB/36
PTO/SB/82 Reproduced ................... 402.05, 2222, 2622 (O | 1T RSO 1123, 1124, 1135
PTO/SB/83 Reproduced ................... 402.06, 2223, 2623 REProduUCEd ......c.oovvvvirrireeeceeee e 1135
PTO/SBIB4 ... 405,713.05 Response to Rule 1.312 Communication
PTOISB/Y4 ... 1101 PTOL-271...coiiiiiiiereieiees 714.16(d), 714.16(e)
PTO/SB/O5.......cooiiiieictieeee e 1706 Restriction requirement............ccoceoevvercinenccnennns 817
PTO/SB/6.......coeiiiiieiiiictseeee e 324 Revocation/Appointment of Power of Attorney or
PTO/SBI122.....oocveveeeee st 403, 2542 Authorization of Agent PTO/SB/82 .......... 2222, 2622
PTO/SBIL123.....ooceeeeese st 403, 2542 Right of Appeal Notice PTOL-2066.......... 2673.02, 2696
PTOISBI124......ooooiieiee e 403 SIR-C oo 1103
PTO/SB/125 SIR-E .ottt 1103
Cited ..o 403, 2540, 2595 SIR-F it 1103
REProduCed.......ccccveverierierere e 403 SIR-G .o 1103
Reasons for Patentability and/or Confirmation SIR-H oo 1109
PTOL 4A76...c.iiiiiieee s 2687 SIR-D i 1103
Recordation Form Cover Sheet PTO-1595........... 302.07 SIR Je 1103
Reexamination and processing forms listed... 2296, 2696 SIR-K ot 1109
Reexamination Clerk Checklist SIR Lttt 1107
PTOL-1517 .ot 2296, 2687, 2696 SIR-M..ciiiiiiite e 1107
Reissue Application SIR-N (FOrm D-11)....cccceiiiiiriiiiiiee e 1103
Declaration by the Assignee (See Form letters and Statements to DOE or NASA ..., 151
forms: PTO/SB/52) .....cccoovvvininiiiien 1410.01 Subject matter admits of illustration ................ 608.02(a)
Declaration by the Inventor (See Form letters and Terminal Disclaimer to Accompany Petition
forms: PTO/SB/51) ....ccvevvvviiiiiccine 1410.01 PTO/SB/B3 ..ot 711.03(c)
Fee Transmittal Form (See Form letters and forms: Terminal Disclaimer to Obviate a Double Patenting
PTO/SBI56)......ccviiieiiiieiieiei e 1415 Rejection over a Prior Patent, PTO/SB/25........... 1490
Supplemental Declaration for Reissue Patent Terminal Disclaimer to Obviate a Provisional Double
Application PTO/SB/51S ........cccccevveeene 1414.01 Patenting Rejection over a Pending Second
Transmittal (See Form letters and forms: PTO/SB/50) Application, PTO/SB/25.........ccccovvvviniciirinnen, 1490
..................................................................... 1410 Transmittal of Communication to Third Party Requester
Request for Customer Number PTO/SB/125... 403, 2540 — Ex Parte Reexamination — PTOL — 465
Request for Customer Number Data Change e 2262, 2264, 2283, 2296
PTOISBI124 ..ot 403 Form paragraphs (Reproduced)
Request for Deferral of Examination 37 CFR 1.103(d) 2.0L s 201.06
PTO/SB/37 ..ot 709 2.03 201.06(c)
Request for Ex Parte Reexamination Transmittal 2,05 201.07
PTO/ISB/ST ..ot 2214, 2296 2.06..e e 201.08
Request for Inter Partes Reexamination Transmittal 2,07 s 201.09
PTO/SB/58 2.08.. 201.10
Cited ..o 2614, 2696 2.09. i 201.11
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203N 201.03
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204,01 s 201.03
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208 o 201.13
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220 s 201.14(c)
22101 o 201.14(a)
222 e e 201.14(c)
2.2 e 201.14(c)
224 o 201.14(c)
2.25 s 201.14(c)
2.26 oo 201.14(c)
227 e 201.14(c)
2.28 e 201.11
2.29 e 201.11
2.30 s 201.06(d)
2.3 201.06(d)
2.3 e 201.06(d)
2.3 s 201.06(d)
234 s 201.06(d)
2,35 201.06(d)
2.38 s 201.11
2.3 e 201.11
20 s 201.11
A0 o 403
Q.02 o s 406
403 e e 406
B0 oo s 406
AU0B .. 407

I-43

Sec. No
PP 407
Q.08 407
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B.0L. . e 608.01(a)
B.02. e 608.01(a)
B.02.01...cc e 605.04(a)
B.03 e 602.01
B.05. . 602, 602.03, 605.01
B.05.01L. .. e 602
B.05.02...cccuiieeee e 605.02
6.05.03...cc e 605.01
B.05.05...ccc e 602.03
B.05.06.......0ieiieeiieece e 602.03
B.05.07 .ot 602.03
B.05.08....cuviiiieece e 602
B.05. 11 e 604.01
B.05.12. .. 604.01
B.05.13. .. 602.04
B.05.14.....cvii et 602.04(a)
B.05.15. . e 602.03
B.05. 16t 602.01
B.05. 17 s 602
B.05.18....ciiiiiie e 605.04(b)
B.05.19. ..t 605.03
B.05.20 . i 602
B.06.... e 603, 604.01
B.07 .. 604.02
B.08... e 604.04(a)
B.09.01L....iiiiee e 605.03
B.10 e 606.01
B.10.0%. . e 606.01
B.12. et 608.01(b)
B.13 e 608.01(b)
B.14 .. e 608.01(b)
B.05 s 608.01(b)
B.16 . e 608.01(b)
B.16.01....cccuiiiiiiie e 608.01(b)
B.07 e e 608.01(j)
B.18 . 608.01(n)
B.18.01... e 608.01(m)
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B.19 i 608.01(p)
B.19.01 .o 608.01(p)
B.19.02 ... 201.17
B.19.03 ...t 608.01(p)
B.20 i 608.01(v)
B.21 o e 608.02(b)
B.22 1o e 608.02(b)
B.22.01 ..o e 608.02(d)
B.22.02 .o 608.02(e)
B.22.03 ..o 608.02(e)
B.22.04 ..o e 608.02(d)
B.22.05 ..o e 608.02(f)
B.22.06 ..o e 608.02(e)
B.22.07 oo 608.02(e)
B.23 e 608.02
B.23.01 .. 608.02
B.24.01 ..o 608.02
B.26 oo e 608.02(b)
B.27 et 608.02(b)
B.28 o e 608.01(q)
B.28.01 ..o e 608.01(q)
B.28.02 ..o e 608.01(q)
B.29 i 608.01
B.30 et 608.01
B.3L i 608.01
B.32 e 608.01
B.32.01 ..o 608.01
B.36 .o e 608.02(d)
B.36.01 .o 608.02(g)
B.37 e 608.02(h)
B.39 i e 608.02(p)
B.40 . 608.02(p)
B.4L e 608.02(p)
B.42 e 608.02(p)
B.43 e 608.02(p)
BLAB . 602.03
BLAT e 608.02(p)
B.A8 . 608.03(a), 714.16(d)
B.49 .o 609.05(a)
B.49.01 ...t 609.05(a)
B.49.02 ..o 609.05(a)
B.49.03 ..o 609.05(a)
B.49.05 ..o 609.05(a)
B.49.06 ...cooiiiiieiie e 609.05(a)
B.49.07 oo 609.05(a)
B.49.08 ...coviiiieice e 609.05(a)
B.49.00 ... 609.05(a)
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B.60.02.....cviiceiece e 608.05
B.61.01....cciiiiiiiiice e 608.05
B.61.02....ccuiiiiiiieie s 608.05
B.62. ettt 608.05
B.63.01L...ciiiiie e 608.05(b)
B.63.02...ccuiiiieiece s 608.05(b)
B.64.01....cciiiiiiiiiieci e 608.05(a)
B.64.02....ccuiiiiiiieie e 608.05(a)
B.64.03.......riiireeee e 608.05(a)
B.64.04.......ooi i 608.05(a)
B.70.01. ..ot 608.05
B.70.02. ..t 608.05
B.71.00 ..o 608.05
B.71.02...cc it 608.05
72K ) 608.05
B.72.02. it 608.05
B.72.03 .ot 608.05
B.72.04 ...t 608.05
B.72.05....c ot 608.05
A R 702.01
T002. e s 702.01
A0 ST 706.03(a)
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T.05.03 e 706.03(a)
T.05.04. ... 706.03(a)
T.05.05. ..ot 706.03(k)
T.05.06.....cuiiieeeie e 706.03(k)
F07 e s 706.02(i)
TU08..eeeeeecece s 706.02(i)
T.09. e 706.02(i)
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T22.00 e 706.02(i)
T 03 706.02(i)
T 04 oo 706.02(i)
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TA5 706.02(i), 804.03
7.05.01 i, 706.02(f)(2), 706.02(i), 804.03
T.05.02 i 706.02(i), 804.03
T.05.03 e 706.02(i)
TLB e 706.02(i)
TAT e s 706.02(i)
T8 oo s 706.02(i)
T2 o 706.02(i), 804.03
T.20 e 706.02(m)
T.20.01 o 706.02(m)
T.20.02 ..o 706.02(m)
T.20.04 ..o 706.02(m)
T.20.05 o 706.02(m)
T21 e 706.02(m), 804.03
T2L01 e 706.02(m), 804.03
T.21.02 i 706.02(m), 804.03
T22 oo e 706.02(m)
T.23 e 706.02(m)
T2T oo 706.02(m)
T28 e 706.03(0)
T2 oo 608.01
T.29.01 oo 608.01(m)
T.29.02 oo 608.01(m)
T7.29.03 .. 608.01(m)
T.29.04 ... 608.01
T7.30.01 oo 706.03(c)
7.30.02 oo 706.03(d)
3101 oo 706.03(c)
T.31.02 e 706.03(c)
T.3L.03 e 706.03(c)
T.3L04 oo 706.03(c)
T.33.0L o 706.03(c)
TBh oo 706.03(d)
T34.0L o 706.03(d)
T.34.02 i 706.03(d)
T.34.03 e 706.03(d)
T34.04 . 706.03(d)
T.34.05 ... 706.03(d)
T.34.06 ..o 706.03(d)
T.34.07 oo 706.03(d)
T.34.08 . 706.03(d)
T.34.09 .. 706.03(d)
T.34.00 e 706.03(d)
T340L o 706.03(d)
TB4.02 i 706.03(d)
T34.03 e 706.03(d)
T3ALA e 706.03(d)
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T.34.05. i 706.03(d)
735 e 706.03(d)
T.35.01cc e 706.03(d)
T30 608.01(n)
R Y T 707.07(f)
T.37.01. e 707.07(f)
T.37.02. e 707.07(f)
T.37.03. e 707.07(f)
T.3T.04 . 707.07(f)
T.37.05. e s 707.07(f)
T.37.06...ccciii e 707.07(f)
T.37.07 e 707.07(f)
T.37.08.ccc e 707.07(f)
T.37.09. s 707.07(f)
T.37.00 e 707.07(f)
.37 01 e 707.07(f)
T.37. 02 e 707.07(f)
T.37. 03 707.07(f)
R T 707.07(f)
T.38.01 . 707.07(f)
7.38.02..ccc e 707.07(f)
7.3 e e 706.07
T.39.0%. . 706.07
TAD .. 706.07(a)
TA0.0L ... 706.07(a)
TA0.02...cccviiieeeee e 706.07(a)
TAL oo 706.07(b)
TALOL oo 706.07(g)
5 0T 706.07(g)
TALO3....cc e 706.07(b)
TB2oooceece e 706.07(d)
TA2.0L.ce e 706.07(g)
TA2.02 e 706.07(g)
TA2.03.ceceeeeee s 706.07(g)
42,031 706.07(g)
TA2.04......ooiiieeiiiieeee e 706.07(h)
TA2.05.c s 706.07(h)
TA2.06...ccccciiei e 706.07(h)
TA2.07 .o 706.07(h)
TA2.08....cviiieeeee e 706.07(h)
TA2.08.AE ....ooeovveeeeeee e 708.02(a)
TA42.09..ccciieiceeeece e, 706.07(b), 706.07(h)
7 1 O U 706.07(h)
TA2.1L .o 706.07(h)
TAB2A2 oo 706.07(h)
TA2.03oociiieece e 706.07(h)
TA2 LA oo 706.07(h)

Rev. 6, Sept. 2007



MANUAL OF PATENT EXAMINING PROCEDURE
Form paragraphs (Reproduced) -- Form paragraphs (Reproduced)

Sec. No.
TA2LD e 706.07(h)
TA2L6 oo e 706.07(h)
TA3 oo 608.01(n), 707.07(j)
TAB.0L oo 707.07(j)
TA3.02 oo s 707.07(j)
TA3.03 e e 707.07(a)
TAB.04 oo 707.07(j)
TAL oo e 608.01(0)
TAS e 608.01(n)
TAB it 714.01(e)
TAB ot 706.03(u)
T4 o e 706.03(u)
750 ettt s 706.04
T51 e 714.14
TBLAE .t 708.02(a)
752 s 709
7D s 709
T4 e 709
T54.0L oo 709
TB54.02 oo 709
756 et 709
T56.0L .o 709
T.56.02 ..ot 709
T 5T e 715
78 s 715
759 s 715
T80 et 715
TBL s 715
TB2 et 715
783 s 715
TB4 oot 715
785 e s 716
T80 et 716
TB6.0L ..ot 716
TB6.02 .. 716
TB6.03 .o 716
T66.04 ..o 716
T.66.05 ..ot 716
T8l e 707.05(g)
T.82 e 707.05(g)
T82.0L i e 707.05(9)
T.82.03 .. 707.05(a)
783 e 707.05(g)
T84 o 713.04
TBAAE ..ottt 708.02(a)
TBA.0L i e 714.01(a)
TBA.0LAE ...t 708.02(a)
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T8t s 714.16(e)
T BT e 714.16(d)
T.90 e 711.02
T 711.02(a)
7295 e 704.12(c), 714.03
TO95.AE oo 708.02(a)
T.95.00 ... 714.03
T.96 e 707.05
AR R 707.07())
T8 s 710.02(e)
T.98.0L. i 710.02(e)
T.98.02...cc e 711.02
T.000. e s 707, 707.08
TA0L e 707, 707.08
T.202 et s 707, 707.08
T.003 e 707
TA0A e 706.02(c)
T.005. e 704.14(a)
710501 704.14(a)
7.105.02..cciiciece e s 704.14(a)
T20B e s 704.14(a)
TA07 e 704.14(a)
A8 0 T 704.14(a)
7209 e 704.14(a)
T 200 704.14(a)
T AL 704.14(a)
T L2 704.14(a)
28 T 704.14(a)
T AL s 704.14(a)
T 205 s 704.14(a)
TALB e 704.14(a)
28 704.14(a)
20 T 704.14(a)
T.2019 s 704.14(a)
T.220 i s 704.14(a)
TA20 e 704.14(a)
T022 e 704.14(a)
T.023 s 704.14(a)
T A28 i 704.14(a)
T 125 s 704.14(a)
TA26 e 704.14(a)
TA26.AE ..o 708.02(a)
T 227 e 704.14(a)
TAAT oo 714.03(a)
T.189 e 714.13
T208 et 724.06
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Sec. No.
T.205 . 724.06
T.208 ..ot 724.06
T207 e 724.06
T208 ..o 724.06
T.209 oo 724.06
T200 i 724.06
T2LL e 724.06
T202 e 724.06
T.203 oo 724.06
T2014 oo 719.01
B.0L o 809.02(a)
B.02 o 809.02(a)
B.03 o 821.01, 821.04(a)
B.04 ..o 821.03
805 i 821.01
B.06 . 821.02
807 e 821.02
B.08 o 817
8.0 817
8.0 i 817
Bl o 817
812 o 809.03
B.d e 817
B.LA .o 806.05(j)
8.14.0L .. 806.05(j)
815 o 806.05(c)
8.6 . 806.05(d), 806.05(j)
BT e 806.05(e)
B8 s 806.05(f)
8.1 806.05(g)
8.20 e 806.05(h)
8.20.02 ... 806.06
8.20.03 ... e 806.06
B.21.01 . 817
8.21.02 .. 817
B.21.03 . 817
8.21.04 ..., 806.05(f), 806.05(h), 817
8.2 s 818.03(b)
8.2 812.01
8.23.01L . 812.01
8.23.02 o 817
B.24 .o 821.01
82D s 821.01
8.25.01 . 821.02
8.25.02 ..t 818.03(c), 821.02
826 e 821.03
B.26.AE ... 708.02(a)
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82T e 804.03
828 e 804.03
B.28.0%...c e 804.03
8.2 s 822
B.30 e 804
8.3 804
8.3 e 804
8.3 s 804
8.3 s 804
B35 s 804
836 i e 804
8.3 s 804
B.38 s 804
8.3 s 804
Bl .o 803.03
B2 821.04(b)
B3 821.04(b)
BB s 821.04(b)
BLAB.... e 821.04(a)
BT oo 821.04(a)
BAT.0L ... 821.04(a)
849 821.04(a)
850 i 821.04(a)
L1000 e 1308
10,03 1481.02
L1014 e 1481.02
L1015 1481.02
TO.16. e 1481.02
T 1481.02
L1018 e 1481.02
L0.09 e 1451
F0.20 e 1002
12.109.01. e 1205.03
L2000 1205.03
12,100 e 1205.03
L2002 e 1205.03
L2006 1205.03
2t S 1205.03
12,109 e 1214.07
12,1290 1214.06
12,109,020 1214.06
L2020 1214.06
2 S 1215.03
12,149 1207.02
12.150.01..ccc i 1207.02
12.150.04 ... 1207.02
12.150.05. .00 1207.02
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12.150.06 ...covvviieiinieieesiee e 1207.02
12,151 it 1207.02
12.152.01 oo 1207.02
12.151.02 .ot 1207.02
12.151.03 oot 1207.02
1215104 .o 1207.02
12.151.05 .o 1207.02
12.151.07 oo 1207.02
12.151.08 ..o 1207.02
12.151.09 oot 1207.02
12.151.10 i 1207.02
12,152 oot 1207.02
12.152.01 oo 1207.02
12.152.02 ..ot 1207.02
12.152.03 ..o 1207.02
12.152.04 ..o 1207.02
12.152.05 .o 1207.02
12,153 it 1207.02
12.153.01 i 1207.02
12.153.02 ..ot 1207.02
L2154 oo 1207.02
12.154.01 .o 1207.02
12.154.02 ..o 1207.02
12.154.03 ..ot 1207.02
12.154.04 ..o 1207.02
12.154.05 .ot 1207.02
12.154.011 i e 1207.02
12,156 coviiieieceiese e 1207.02
12.156.01 ..ot 1207.02
12.156.02 ..o 1207.02
12.156.03 ..ot 1207.02
12057 e 1207.02
12.157.01 e 1207.02
I Y SR 1207.02
12,159 oo 1207.02
12,167 oot 1207.02
L2162 .ot 1207.02
12.162.01 oo 1207.02
12.162.02 ... 1207.02
12,1683 oot e 1210
12,169 oot 1205.03
L2070 e 1205.03
12.170.01 i 1205.03
12.170.02 ..o 1205.03
L2070 i 1205.03
L2072 et 1205.03
12073 e 1205.03
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L2074 i 1205.03
L2076 i 1205.03
T12.076.01..cc e 1205.03
L2077 e 1205.03
I £ TR 1205.03
L12.079 e 1207.02
12.079.01 .0 1207.02
1217902 1215.04, 1207.03
2 3 1207.02
L2.082 et 1209
12,184 ..o 1211, 1207.05
12,185 i 1207.05
T12.186. ittt 1215.04, 1208
12,087 e s 1207.03
L300 e 1302.02
13,02 e 1302.04
13.02.01 i 1302.04
13.02.02...cciiiiiceieeeee e 706.07(f), 1302.04
13003 e 1302.14
13,0301 1302.14
13,04 s 1308.03
13,05, 1308.03
L3.06. it 1302.04
1307 e 1302.01
13,08 it 1302.01
13,09 609.04(b)
L300 e 714.16
TA.0L e 1414
0 1 R 1414
T4.01.02..c it 1414
14.01.03 ..o 1414
T4.01.04 ... e 1414
T4.00.05. e 1414
T4.05.02...coiiieeeee e 1444
T4.06.....oi i e 1442.01
L1407 oo 1442.03
TA.08....oi et 1442.02
T4.09. e 1442.02
L4000 i 1442.02
1401 e 1442.02
42101 e 1418
TAD2. e 1412.03
I T 1412.03
LA 04 oo 1444
L4205 s 1410.01
TR 1410.01
I PR 1410.01
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Sec. No.
14.16.02 ..o 1410.01
T14.16.03 ..o 1410.01
T4.16.04 ..o 1410.01
T4.16.06 ..o 1410.01
TALT oo 1412.02
14.20.01 oo 1453
L14.21.00 oo 1453
T14.21.09 ..ot 1448
TA22 oo 1448
T4.22.01 oo 1411.02
L1423 o 1490
L14.23.00 oo 1490
TA24 .o 1490
TA25 oo 1490
LA.26 oot 1490
I X 1 U 1490
L14.26.02 ..ottt 1490
14.26.03 ..ot 1490
TA.26.04 ..o 1490
14.26.05 ..o 1490
14.26.06 ..ot 1490
L14.26.07 ..ottt 1490
TA.27.00 oot 1490
A A S 1490
L4.27.02 oottt 1490
T4.27.03 ..ot 1490
TA.27.04 ..o 1490
TA.27.06 ..ottt 1490
TA2T.07 e 1490
L4.27.08 ...t 1490
TA.28 .o 1490
TA.29 oo 1490
142901 ..o 1490
T14.29.02 ..o 1490
L4.30 i 1490
14.30.01 ..o 1490
T14.30.02 ..o 1490
TA.3B2 o 1490
14,33 s 1490
LA.BA oo 1490
L4.35 e 1490
T4.35.01 ..o 1490
TA.36 oo 1490
L14.36.01 ..o 1490
LA.37 oo 1490
TA.38 .t 1490
T4.39 oo 1490
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15,00 1504.10
15.01.00 i 1504.10
15,02 e 1504.10
15,03 e 1504.10
15.03.01 .. 1504.02
15.04. . 1504.10
15,05 e 1503.01
15.05.01 ... 1503.01
15.05.03. . 1503.02
15.05.04. .. 1503.02
15.05.041...ccc i 1503.02
15.05.05. it 1503.02
15,07 e 1503.02
15.07.00 .. 1504.01
15.08. e 1504.01(c)
15.08.01...cciiiiecie e 1504.01(c)
15.08.02....ciiiiieciec e 1504.01(d)
15.08.03. .. 1504.01(d)
15,00 1504.01
15,00 i 1504.01(e)
5. 00 1504.02
15,02 1504.02
15,03 1504.02
5,04 e 1504.02
15,0 1504.02
15.15.00 i 1504.02
15.15.02. e 1504.02
15.15.03 e 1504.02
15.15.04 . 1504.02
15,06 i 1504.02
15,07 1504.02
15,18 1504.03
15,00 e 1504.03
15,1900 s 1504
15.19.02. e 1504.03
15.19.03 e 1504.03
15.19.04 ... 1504.03
15.19.05. . 1504.03
15.19.06....cciiiiicei e 1504.03
15.19.07 i 1504.03
15.20.02...cciiiiicee e 1504.04
15,20 e 1504.04
15,2100 e 1504.04
15,22 1504.04
15.22.02. e 1504.04
15.22.03 e 1504.04
15,23 e 1504.06
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15.23.01 oo 1504.06
15.23.02 ..o 1504.06
15.24 oo 1504.06
15.24.03 ..ot 1504.06
15.24.04 .o 1504.06
15.24.05 .o 1504.02
15.24.06 c.oovoiiiieisee e 1504.06
15.24.07 oo 1504.06
15.24.08 ...t 1504.06
15.25 oo 1504.06
15.26 oo 1504.20
15,27 oo 1504.05
15.27.01 oo 1504.05
15.27.02 oot 1504.05
15.27.03 oo 1504.05
15.27.04 oo 1504.05
15.27.05 oo 1504.05
15.27.06 oo 1504.05
15.27.07 oot 1504.05
15.27.08 ..ot 1504.05
15.28 oo 1504.05
15.28.01 ..ot 1504.05
15.28.02 ..ot 1504.05
15.29 o 1504.05
15.30 i 1504.05
15,31 e 1504.05
15,33 s 1504.05
1534 oo 1504.05
15,35 e 1504.05
15.36 .o 1504.05
15,37 o 1504.05
15.38 e 1504.02, 1504.03
15.39 s 1504.03
15.39.01 oo 1504.03
15.39.02 ..o 1504.03
1540 it 1504.03
15.40.01 oo 1504.02, 1504.03
1540 o 1503.01
D542 oo 1502
1543 oo 1502
1544 (oot 1502, 1504.01
1545 1503.02
15.46.01 c.ooiiiieeeeee e 1503.01
L5.A7 oo e 1503.01
154701 i e 1503.01
1548 oot e 1503.02
1549 1503.02
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15500 it 1503.02
15.50.01...cccciiiiiiiicece e 1503.02
15.50.02...cciiiiiicee e 1503.02
15.50.03. e 1503.02
15.50.04....cci i 1503.02
15.50.05..00cctiiciicireecteee s 1503.02
155 s 1504.04
15.52.00 e 1504.04
TR 1 T 1512
15.55.00 e 1512
1558 ittt e 1504
15.58.01...ccciiiiiiciiciece e 1504.04
15,59 1503.01
15,60 i s 1503.01
1561 i s 1503.01
15,62t s 1503.01
15,83 i s 1503.01
L5.64 . 1503.01
L1 TR 1504.04
1566, i 1504
15.66.01....ccciiiiiiiiiiiiiee e 1504
15,67 i 1504.03, 1504.06
15,68 .t 1504.03, 1504.06
15.69.01 ... 1504.04
1570 i 1504.03
1572 e 1504
T TP 1504.04
I5.74 e 1504.20
£ T 1504.20
15.75.01ccc0cciiiiiiieceece e 1504.20
L1576 it 1512
T 1 T PP 1504.04
15,90 i 1504
L16.00 . e 1605
16.02. ittt 1605
16.03 it 1605
L16.04. ..o 1610
16.05 i 1612
16.05.01....0cciiiiiieiiciecee e 1612
16.06.....cccviecieeciece e 1606
18,07 it 1606
16.08. .t 1610
16.09. e 1605
16100 it 1605
1610 s 1606
1612, it s 1610
0 TR 1607



Sec. No.
18.01 v 1845.01, 1878.01
L1802 e 1845.01, 1878.01
18.02.01 oo 1845.01, 1878.01
18.02.02 ..o 1845.01, 1878.01
18.03 e 1845.01, 1878.01
18.04 ..o 1845.01, 1878.01
18.04.01 oo 1845.01, 1878.01
18.05 i 1850
L18.06 et 1850
18.06.01 ..ot 1850
L18.06.02 ..o 1850
1807 oo 1850
18.08 ..o 1845.01, 1878.01
18.08.01 ..o 1845.01, 1878.01
18.09 e 1845.01, 1878.01
1810 i 1845.01, 1878.01
1811 o 1845.01, 1878.01
18.12.01 oo 1845.01, 1878.01
18.13.01 o 1845.01, 1878.01
18.14.01 oo 1845.01, 1878.01
1815 e 1845.01, 1878.01
L1816 e 1850
L1817 e s 1850
L1818 e 1850
18.19 e 1893.03(d)
T18.20 o 1893.03(d)
L18.21 oo 1893.03(d)
L18.22 o 1893.03(d)
1901 o 1901.06
1902 o 1901.06
19.02.AE... e 708.02(a)
22.0L . 2246
22.01.01 ..oiiiiieee e, 2242, 2642, 2258.01
22.02 .. 2247
22.03 s 2258
22.04 ..o 2260
22.04.01 ...oiiiei e 2265
22.05 i 2285, 2686.03
22.06 ..o 2287
22.07 e s 2282
22.08 ... 2282
22.09 ... 2271
2200 e 2271
2200 s 2258
2202 e 2250, 2666.01
2203 2250
2204 oo s 2266.01
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2205 e 2266.03
0 L T 2287
22.20 e s 2286
22,73 2246
23,00 2302
23,02 e 2308
23.04. . 2304.04(b)
23,06, e s 2304.02
23.06.01.....ciiiciiiiie e 2304.02
23.06.02.....iiiiee e 2304.02
23.06.03.....ie e 2304.02
23.06.04......oiiieeeee e 2304.02
23.06.05......0cccieeiie e 2304.02
23.06.06.......ccciiieiriiecieeece e 2304.02
2304 e 715.05, 2304.02(c)
231400 715.05, 2304.02(c)
2319 2304.01(c)
28,01 i s 2427.01
24.0LAE ..o 708.02(a)
28,02, 2427.01
24,02 AE ... 708.02(a)
28,03, 2427.01
24,03 AE ..o 708.02(a)
28,08 s 2427.01
24,05, e 2427.01
B 2427.01
26,01 i s 2646
26,02, e s 2647
26.03. . 2658, 2671.01
26.03.00..cc i 2658
26.04 ... 2660
26,05, 2660, 2671.01
26.05.01.....ciiiiieice e 2666.01
26.06. .. 2666.30
26.07 .. 2671.02
26.08....eeiicee e 2673.02
26,09, 2675.02
26,100 i 2675.02
2600 e 2675.02
26.50. .. e 2677
26.50.01.....0iiiiiiee e 2677
26.50.02.....0ci e 2677
26.50.03.....iiiciiie s 2677
26.50.04......o e 2677
26.50.05.... e 2677
26.50.06......cccciiiiiieee e 2677
26.51. s 2677
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26.51.01 ..o 2677
26.51.02 ...t 2677
26.52 1. 2677
26.52.01 ...oceiieiee e 2677
26.52.02 ..o e 2677
26.52.03 ... 2677
26.52.04 ...t 2677
26.52.05 ...iciiiieieee e 2677
26.53 e 2677
26.53.01 ..o 2677
26.53.02 ... 2677
26.54 oo 2677
26.54.01 ...ociiieieee 2677
26.54.011 oo 2677
26.54.012 ..o 2677
26.54.02 ...t 2677
26.55 1. 2677
26.55.01 ...oceiiieieiee e 2677
26.55.011 oo e 2677
26.55.02 ...ocviiiiie 2677
26.56 ..ot 2677
26.56.01 ....cooiiiieiiieee e 2677
26.56.02 ....coiiieieieieee e 2677
26.56.03 ... 2677
26.57 oo 2677
26.57.01 ..ot 2677
26.57.02 ..ot 2677
26.57.03 ..o 2677
26.59 s 2677
26.59.01 ...ociiieice e 2677
26.60 ...iieiiie e 2677
26.61 .o e 2677
26.61.01 ..o 2677
26.61.02 ... 2677
26.61.03 ...ociiieeee e 2677
26.62 ..o 2677
26.63 .. 2677
26.64 ..o 2677
26.65 ..o 2679
26.65.01 ...ocviiieicee e 2679
26.66 ..ot 2679
26.66.01 ... 2679
26.66.02 ....ooiiiicece e 2679
26.67 ..eieeiee e 2678
26.67.01 ...oceiieeieeceee e 2682
26.68 ... 2666.06
26.69 .. e 2687
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26.70 e s 2687
26.73 e 2646, 2660, 2671.01
26.80... e 2686.04

Fraud (See also Duty of disclosure; Inequitable conduct;
Deceptive intent)

Avoiding charge of........ccooeieviiiiicecce s 2004
Civil litigation ........ccccevvivinininieas 1216.02, 2001.06(c)
Claims invalidated.............ccooeiviriniiieiinere e 2016
INVENTOISAIP.....oiiii e 201.03
On the Patent and Trademark Office........... 509.03, 1448
Protest.......ccocevevvnernennnn. 1901, 1901.02, 1901.06, 2013
Reexamination
Ex parte.....ccocovvvenninns 2014, 2216, 2217, 2258, 2280
INter partes.......cccovvveveenecnieeiee 2014, 2658, 2684
REISSUE ..ottt 1448, 2012
Small entity Status ......cccccevevieriviinnreeeree e 509.03
Fraudulent..........cccoeoeiiinic e 706.03(a)
Freedom of Information Act (FOIA)....... 103, 1002.02(k)(2)
Frivolous inVention...........c.ccocvervineininenscneens 706.03(a)
Full faith and credit in prior Examiner’s action
Allowed ClaimS........cooiiiiiiiii e 706.04
INEEIVIBW ..ot 713.01
SBAMCH ..o 704.10
Full name of applicant ..........cccoevniiiininiins 605.04(b)
Full signatory authority ..........ccccceeevevcncvcncsc e, 1004
Function of machine rejection ............c.ccoceeenee. 2173.05(v)
Functional claim, rejection ............cccoe..... 2114, 2173.05(9)
Functional equivalents...........c.ccccooeniininiinennene, 2144.06
Functionality in design patent applications ......... 1504.01(c)
G
Gazette, Official (See Official Gazette (0.G.))
Gazette, PCT ..o 1801, 1823.01, 1857
Gebrauchsmuster ...........cc.oe.u... 201.13, 201.14(d), 901.05(b)
General Counsel .........cccocoviniiiiiiinnenn, 502, 1002.02(k)(1)
Mailing address ........cooereeiernieneeeeeee e 501
General information............ccocevvireiinicine s 1730
“General Information Concerning Patents” booklet
......................................................... Introduction, 703
General power of attorney for international application
............................................................................. 1807
Generic claim
Allowable..........ccoovviviiiieicncies 808.01(a), 821.04(a)
Transitional application.............cccceoevninnnne 803.03(b)
Definition ......cccovviiiiiie e 806.04(d)
Markush group .......ccocceeevenenncnnenn, 803.02, 2173.05(h)



INDEX

Genetic sequence -- Image File Wrapper (IFW) forms

Sec. No.

Patentably distinct over other species............... 806.04(h)
Presented after issue of patent.............cc.ccevevnne. 806.04(i)
REJECLION ... 809.02(a)
Species claims lacking..........ccccceeenene 806.01, 818.02(b)
Support for scope Of........ccccevvvrennne, 706.03(c), 2164.08
Traverse of rejection in lieu of election............. 818.03(b)
.............................................................. 818.03(d)

Genetic sequence (See Biotechnology; Nucleotide

sequences; and Sequence rules)

Genus and species....... 806.01, 806.04, 806.04(b), 806.04(d)
................................... 806.04(e), 806.04(f), 806.04(h)
.................................... 806.04(i), 808.01(a), 809.02(a)

Anticipation of ... 2131.02
ObViousness Of ........cccveviieiiieieiene s 2144.08

German priority doCUMENt .........ccccveveeerierereneieeneeas 901.05

GeSChMAaCKSMUSEET ........cccveieierere e 201.14(b)

Good faith (See Duty of candor and good faith)

Government registers .......ocooeeevenerenesieeieeiee 302, 302.07

Government license Clause.........ccoeovvereinencincccnn 310

Government-owned application, special ................... 708.01

Graphic Symbols.........ccccevviiiiieiciece e, 608.02

Great Britain, complete specification.............cccceuenen. 201.15

Great Britain, provisional specification...................... 201.15

Greek letter Phi usage ........ccocooevevneneicneneenee 608.01(9)

Group director (See Director of Technology Center)

Group, International classification ..........cc.ccoccevvenan. 903.09

Guardian, Authority recorded ...........cccooeieniiiinnene 409.02

Guardian of legally incapacitated inventor................. 409.02

Guidelines

Drafting an application .........c.cccocevevenivnenivinseeene, 601
Drug discloSUres .........ccoeeveveeevennenne. 2107.01, 2107.03
Effective date under 35 U.S.C. 102(¢)........... 706.02(f)(2)
Electronic mail..........ccoooevevvivicviine e, 502.03
Examination of computer-related inventions........... 2106
INVENLOISNIP v 605.07
GENUS-SPECIES ..ottt 2144.08
Grant of reexamination request...........ccccceeeverenene 2242
Handling of citation in patent ...........cc.cccooevviinenn 1920
Internet Usage.......ccoovvveveveeeierieniennn, 502.03, 904.02(c)
Means/step plus fuNCtion .........ccccccevevevere s 2181
UBHHEY o 2107

Legal precedent..........cccooevvvnennnnnn. 2107 to 2107.03
Written DesCription.........cocovviviireinineineeciens 2163
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H
Hague Agreement (See also Treaties) ......... 201.13, 1504.10
Hand delivery of papers............. 501, 502, 710.02(e), 714.13
Handling of citation of prior art..........ccccoevvevvieiciennns 2206
Handling of mail and papers.........cc.ccoevevvivernnne. Chapter 500
In ex parte reexamination..........c.ccoceeevenenencsennnn 2270
In inter partes reexamination ..........c.ccccoeevvrennnenn. 2670
Handling of protest..........ccccoevviieniinincenee 1901.05
Hatch-Waxman ACE ... 2750
Hearing on appeal..........ccccovevviiecicieeicse e 1209
Heir as applicant (See also Administrator or executor)
................ 409.01, 409.01(a), 409.01(d), 1303.03
Help line (telephone number) .........cccocvvivvvvvnecv e, 1730
Hidden end use in design applications................. 1504.01(c)
Hidden feature in design applications
ANLICIPALION ... 1504.02
Enablement..........ccoooviiiiniinice e 1504.04
ODVIOUSNESS ...ttt 1504.03
HIV/AIDS, Petitions.........ccocvivineriiiieiese e 708.02
Hours of operation.........c.ccocveveveveie s 510
Holiday, federal (See Federal Holiday)
Hyperlinks in specification....................... 608.01, 608.01(p)
|
ICIREPAT country COUES........ccovreirenieireniencne 201.14(d)
ICIREPAT identification numbers .........cc.ccccouen.n. 201.14(d)
Icon, computer generated............ccoceveniienennnne. 1504.01(a)
Identification Of Papers.........cccocvevriinenseneneee, 502, 503
Identification of priority application...................... 201.14(d)
Identity of inventors under 35 U.S.C. 119.................. 201.13
Idiomatic English.........cccccovvviiiiiiniicceeces 608.01(q)
[lustration (See Drawings)
Image File Wrapper (IFW)
AIFACE ..o 608.02
Paper SCANNING ......cccevveieieeieieeiese e se e see e 508
Power to inspect not accepted ..........cocevervrerciiennene 104
PUDIIC 8CCESS .. 103, 1730
Image File Wrapper (IFW) forms
Issue Classification Form/Sheet/Slip, reproduced...........
........................................................................ 1302.09
(071 (-To ISP 903.07, 903.07(b), 903.09
........................................ 903.09(a), 1302.10, 1302.13
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Implied election -- Initial data capture for printing

Sec. No.
Implied election..........cccoco....... 818.02, 818.02(a), 818.02(c)
Improper comments, inter partes reexamination .......... 2667
Improper joinder, effect on patent...........ccoceeerieiencnnn 805
Improper multiple dependent claim ....................... 608.01(n)
Improvement (Jepson Claim)..........coccoviriinineinnnnnnn, 2129
Inaccurate Claim .........ocoovvireininecee e 2173.03
Inappropriate papers in inter partes reexamination....... 2667
Incoming-Mail Section (See also Office of Initial Patent
Examination (OIPE))........cccvireiiniiineisenecee e 501
Incomplete amendments, time for completing
................................................................ 710.02(c), 714.03
Incomplete application.................. 506, 601.01(d), 601.01(e)
Claims omitted.........cccooveiiiiiiiiricecee e 601.01(e)
Definition.....cccoveieeiice e 203.06
Drawing ....cccovvveveeeieesese e e 506, 601.01(f)
INValid 0ath ........coooviiiie e 604.06
Return of filing fee......ccccoviviiviiviie 506
USING 0AIN ...eiiiiiieiiece e 608.01(u)
Incomplete claim, rejection....706.03(c), 706.03(d), 2172.01
Incomplete Protest........cccvevvvveivciesiecreereere e 1901.03
Incomplete requests for ex parte reexamination ........... 2227
Incomplete requests for ex parte reexamination ........... 2627
Incomplete response........ccceveeevercrenecnnn, 711.03(a), 714.03
Time for completing ................... 710.02(c), 711, 714.03
Incorporation by reference................ 103, 201.06(c), 201.11
................................. 201.17, 608.01(p), 2163.07,
......................................... 2163.07(b), 2173.05(s)
Foreign priority application .................. 201.13, 2163.07
In an Examiner’s Answer during inter partes
reeXamination...........cccvvveireneinen e 2677
Public access to incorporated application................... 103
Incorrect citation of reference ................... 707.05(g), 710.06
Indefinite claim .........c.coceevnennenen. 706.03(d), 2171 to 2174
Alternative phrase..........ccccocevveinnnn. 2173.01, 2173.05(h)
Antecedent basis .........ccveveivereienene s 2173.05(e)
Breadth compared..........ccocoeviviennieneeiesee 2173.04
Design applications................ 1503.01, 1503.02, 1504.04
International application ..........c.ccccoceveiienas 1845, 1874
MUIIPHICILY ..o 2173.05(n)
Must be considered...........ccocevvvvreriinensienens 2143.03
Nonelected Claims..........cocevvvereiiiieneie e 821
NUmerical ranges .........coooveevrennenenseneenen, 2173.05(c)
PrOLIX .oveeeiciieee e 2173.05(m)
REJECLIONS ..o 706.03(d)
35 U.S.C. 112, first and second paragraph compared
................................................................... 2174, 2185

35 U.S.C. 112, sixth paragraph limitations.... 2181, 2185
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Sec. No.

Independent Claim........cccccovvveiivenniie e, 608.01(n)
Independent, definition........cc.cccvvevviinienei s 802.01
Independent inventions.......... 802, 802.01, 803, 803.02, 806
....................................... 806.04(b), 806.06, 808.01(a)

Independent inventor (See also Applicant; Inventor; Pro se
applicant)

Small entity Status ........cccooeieiiiiiiiiece e 509.02
Index of Claims ..o 707.07(i), 719.04
Index of patents, Classification, Numerical........... 902.03(a)
Index to the U.S. Patent Classification................... 902.01(a)
Industrial Security Manual (ISM).........cccceeveiveircvenennnn, 120
Inequitable conduct (See also Duty of disclosure, Fraud)

.......................................................... 2001.06(c), 2010

BeSt MOUE......coieeieccre e 2165

Claims invalidated..........c.ccovvereiiniennienenncreesiens 2016

Finding affects all claims ..........cccccovvveiicvininicce, 2016

Protest......ccooeerneienisee e 1901, 1901.06, 2013

Reexamination............cocvevinienieeree e 2014

REISSUE ...t 1448, 2012
Informal application ..........ccccoevvvveievcic i 506, 702.01

Primary examiner’s attention required..................... 1004

SEAICH ..o 702.01, 704.01
Informal drawing (no longer applies)............ 507, 608.02(b)
Informality, Action calling attention to ................. 707.07(a)

................................ 707.07(j), 710.02(b), 714.14

Information Center (See Scientific and Technical
Information Center (STIC))
Information Disclosure Statements (See also Prior art)
201.06(d), 609, 1406
Electronic Processing of ............ccoovvviiiieennn, 609.08
Relationship to requirement for information 704.14(d)
Information material to patentability (See also Duty of

diSCIOSUIE)) w.veveieiieieieie e 2001.04, 2001.05
Copending application............cccocevevvrennennen. 2001.06(b)
Copied ClaimS......ccccoeveverercre e 2001.06(d)
Foreign application...........cccceveveicncieininnn, 2001.06(a)
Litigation .......ccooeveeieii e 2001.06(c)

Information on status of application referred to in patent
............................................................................... 102
Information reasonably necessary for finding prior art
.......................................................................... 704.11
Information sent to applicant for guidance...................... 703
Information submitted with protest............c.ccoevnene. 1901.02
Infringement action
Statute of lIMItationsS .........ccccvveiiiiiciie e, 2204
INID codes or numbers................... 901.04, 901.05(b), 2290
Initial data capture for printing ...........c.ccocevieniniennnnns 1309



INDEX

Initial examiner review of reissue -- Interference

Sec. No.
Initial examiner review of reissue .........ccoceovvrveivennnn, 1443
Ink color
Black ..o 707.10, 719.02, 719.05
Red o 714.18, 719.02
Permanent.........cccevveiiiieeeiiieeeens 608.01, 714.07, 714.19
INOPErativeNess.......covevververererereeseesenns 2164.07, 2164.08(b)
AFFIJAVIL....coi 716.07
INPADOC ...ttt 901.06(a), 905.06
Inquiries, Official and Congressional..................... 203.08(a)
Inquiries regarding patent search, examination, or validity
............................................................................. 1701
Inquiry as to status of application....................... 102, 203.08
Application published..........cc.ccoceoiiiiinnnne 1128, 1134
INSANILY ..o 409, 409.02
Inspection
AMENAMENT.....viiiiiiiie e 714.05
Application ... 103, 104
Approval of POWET ... 104
ASSIGNMENT ..ot 301.01
AULhOFIZALION ..., 402
BY aSSIgNEE ...ocvvevieiiieie e 104, 106, 106.01
By excluded or suspended attorney or agent.............. 105
BY INVENTOL ..o 106
BY lICENSEE....c.iiiiciie e 106.01
Control of, By aSSIgNEe........ccccvvvivereieese v 106
File Information Unit (Record room)............c.cccueuee. 103
International application ...........c.cccceeeiiiencii i, 110
Patent file ... 103
PetitioN ..ccoce e 103
RECOId FOOM ..o 103
Reissue application ...........ccccvvereeneineneiese e 103
RIght OF ..o 103, 104, 106
Insufficient disclosure ................ 608.01(p), 706.03(c), 2161
Insufficient reply ..o, 710.02(c), 711.02(a)
................. 711.03(a), 714.03, 2266.01, 2666.30, 2671
Int. Cl. (International Patent Classification)............... 903.09
Intellectual property compared...........ccccoeevrerennennnnns 1512
Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273)......... 706.02(a)
INtent t0 ClaiM .....oviiie e 706
Inter-American Convention (See also Treaties).......... 201.13
INTErfErenCe ....oovevviececc e Chapter 2300
Abandonment, suppression or concealment, notice. 2138
Access to fileS ..o, 2306, 2307.02
ACtION After .o 2308
Action after ex parte reexamination.............ccc.ccve.. 2284
Action after inter partes reexamination.............. 2686.02
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Sec. No.

Action suggesting claims ..........ccccocevivviennnnnnnnn, 2304.04
Administrative patent judge handles..............c........ 2301
Allowance of losing party’s application (Estoppel)

........................................................................ 2308.03
Applicant suggests interference with patent........ 2304.02
Applications in different Technology

CNLEIS ..t 2304.01(b)
Basis of practice........c.ccoceevrvieciriennnn 2138.01, 2301.03
Between application and patent.............ccccccveee. 2301.03
Between applications............ccooevviiennicnennennnn, 2301.03
Cancellation of losing party’s claims............. 2308.03(a)
Claim of foreign priority

................................................................... 2304.01(c)
Claim interpretation...........ccooevevieneieneneienennns 2301.03

Claim presented corresponding to patent claim ..2301.03
to 2304.05
Claims, overlapping in two applications of same party

........................................................................ 2304.05
Claims, suggesting ........ccccevererereeneen. 1003, 2304.04(b)
Claims corresponding to count support in specification...

................................................................ 2163.03
Common OWNErship ..o, 2304.05
CoNCePion .....cccveveevere e 2138.01, 2138.04
Concurrent with appeal .........ccocooviiiiinninenns 2307.05
Copending ex parte reexamination............cc.c..cueve... 2284
Copending inter partes reexamination...... 2686, 2686.02
Count, defined.........coceevviiiiiece e, 2301.02
Counts, formulation of ...........ccccociiiniiiin 2301.01
Dates, difference in effective filing..........ccccccovevnne. 2303

TC Director’s attention required .........c.ccoovevennne. 1003
DECIAration ........ccoveviiriiiiiiescee e 2301
DefiNitioNnS......ccovuiieri e 2301.02
Determining priority........ccococvervenennienenesennens 2138.01
Diligence, reasonable ............ccocevevrunee. 2138.01, 2138.06
Disclaimer, statutory ...........cc.coev.... 706.03(u), 710.02(d)
Disposal CoUNt........cccviveieiecieie e 1705
Drawing Prints........ccoevveienienieienene e 608.02(m)
Election of invention not affected ..........c..ccccvevevennee. 819
Entry of amendment filed in connection with motion

........................................................................ 2308.02
Estoppel......ccovvviiiiiiicn 715, 2138.01, 2308.03
EVIABNCE ...cveieiiieee e 2138.04
Examination, Completion of ...........ccccoevivnivinennne. 2303
Examiner suggestion ........ccocvvvvvevenecrerenenennens 2304.04
Final disposal of claims...........ccocovvvieneiiieninenn, 2308.01
Fraud ..o 2010
Generic Claims.........ccoovveeiciinee e 2304.04(b)
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Interference practice specialist(s) -- International application

Sec. No.
Identification of patent, corresponding
claims presented........cccccvveveviennneieeeennnn, 2304.02(a)
Inequitable conduct...........ccooeeiiiiii 2010
Inter partes questions not to be
discussed eX Parte ........ccoceoevererrieneniee e 2307.01
Interference Practice Specialist............c..c...... 2301, 2302
...................................... 2303, 2304.04(a), 2304.04(b)
......................................................... 2307.04, 2308.03
Interference-in fact, N0......cc.cccoeveviiiivicn 2308.03(b)
Interfering Subject Matter...........ccocoovvnvcinennne, 2301.03
Judicial reVIeW ..o, 1216, 1216.01
Jurisdiction over interference.........c.ccococevenne 2307, 2308
Losing party, may obtain copy of
opponent’s application ..........c.ccoceevvereenns 2308.03(a)
Losing party, treatment of...........ccccceveverennnne 2308.03(a)
LOSt COUNTS.....coveiiierieieecere e 715
Motions
DECISION ....cveieiiiiiieiieeee e 2308.02
STAY e s 2686.02
SUSPENA v 2686.02
National Aeronautics and Space Administration or
Department of Energy Ownership ...........ccce.e..e. 2309
Order t0 SNOW CAUSE........cceiiririiriesiieeeee e 2305
Patent in different Technology Center............ 2304.01(b)
Patentee suggestion........c.ccoovvvieeeeieeiererese s 2304.03
Petition refusal to initiate..........c..ccevevvevenenins 1002.02(c)
Power of attorney filed ..........ccocooviiiiiiicin, 402.08
Preparation of papers by examiner.............c.ccoceeueee. 2302
Priority time charts........c.ccocooveiiincinecene 2138.01
PrOVOKING....cc.oiiiecicecieeeese s
In ex parte reexamination ............ccceeerveiererceennans 2284
In inter partes reexamination.............ccccceeeeee 2686.02
Public use proceeding ..........ccoeevireineneinnenn 706.03(v)
Reduction to practice .........ccccevveruennne 2138.01, 2138.05
Reexamination
Ex parte, copending with interference.................. 2284
Inter partes, copending with interference
...................................................... 2686, 2686.02
References pertinent to motions,
made of record ........cccvvvvvieneiieee e 1302.12
Referring an Interference to the Board, Preliminaries to
........................................................................ 2304.01
Reissue application ..........ccccovenenne. 1449.02, 2303.02
Reissue application copending with interference on
original patent .........ccoceovveverinieneiesee e 1449.01
Reply to suggestion for claims...... 710.02(c), 2304.04(b)
Requirements for interference............cocoeevveninenen 2302
Rev. 6, Sept. 2007
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Sec. No.

Requiring a claim .........cccoovevecevencicc i, 2304.04(b)
Requiring a priority ShOWINg.........c.ccoevvreneienennnen, 2305
Revocation of power of attorney .............ccocceveuenee 402.08
SEArCH ..o 1302.08, 2304.01(a)
Second Interference, NO.......ccocevvvereeiiecnen, 2308.03(c)
Secrecy order application ........c..ccccceveveveinenn, 130, 2306
Special dispatch.........cccoceviiiiiiiniiiiies 708.01, 2301
Statutory basis........c.ccovvereiiiniiinee, 708.01, 2301.01
Suggestion of claims .................... 2304.03 to 2304.04(b)
Suggestion of claims, time limit....................... 710.02(c)
Suspension of action pending outcome of reexamination
.............................................................. 2284, 2686.02
Suspension of ex parte prosecution............... 709, 709.01
Suspension of related applications..................... 2307.03
Terminated open to public.........ccoovvvivivcieccrceen, 103
TEStIMONY...c.veiiie e 715.07(b)
Transfer of application ...........c.ccocvevviiincnnne 2304.01(b)
WiNning party.......c.ccoceeveeneneieneneenne, 710.02(b), 2308
Written Description, Adequate.............cccc.c.... 2304.02(d)
Interference practice specialist(s) ......c..ccoovevernnne. 2301, 2302
................................................ 2304, 2304.04(a), 2304.04(b)
......................................................... 2307.04, 2308.03
Interlibrary 10anS..........ccooviiiniiiiieeeee 901.06(a)
Interlineation in specification before execution.......... 608.01
Intermediate-final product...................... 806.04(b), 806.05(j)

International application (See also Foreign application;

Patent Cooperation Treaty (PCT))

ADSIFACT ... 1826
AACCESS ..ottt ettt e ettt 101, 110
A =] 1 1807, 1864.04
Amendment before the designated office...1893.01(a)(2)
............................................................... 1893.01(a)(3)
Amendment of claims before International Bureau .1853
AmINO acid SEQUENCE .......ccvrveieiriiiiricieecins 1823.02
APPLICANT ... 1810
Applicants different for different designated states
..................................................... 1817.01, 1817.01(a)
AsSIgNMENt dOCUMENT .....c.eoviiviiiiiiiecre e 301
N L 0] 1112 Y 1807
Attorney file reference number .........cccccoeveveinnnns 1821
ClaIMS i 1824
Common representative...........ccocevererennns 402.09, 1807
Confidential Status...........ccoveeeeeeiveeeiee e, 101, 110
CONENT ... 1812
ContiNUALION ......cviiieiie e 1817.02
Continuation of.........ccccccvveiiiie i 201.11(a), 1895
Continuation-in-part...........cccccoeevenenenienenenene 1817.02



INDEX

International classification -- Interviews

Sec. No
COrreSPONUENCE ....ocvveveereeeee e 1834
DEfINItION...cviiieiceece e 201
DepoSit aCCOUNES.....cveviiiriiiiirieeiieiee e 509.01
DESCIIPHION. c..e e 1823
Designation ee .......c.coevvvicineiccsee 1817.01(a)
Designation of states..........cc.cccvueee. 1817.01, 1817.01(a)
Drawings......ccovevevevieierieneseseseseeneas 1825, 1893.03(f)
Drawings MiSSiNg .......ccooevererenieiinieieene e 1825
Early national stage entry under 35 U.S.C. 371(f)
............................. 1893.01, 1893.01(a)(2), 1893.03(b)
EIEMENLS ..o 1812
Errors, rectification of .........ccccooevvveiiinciiencee, 1836
FEES .ot 1827, 1893.01(c), 1896
Filing date.......ooooiieiiic e 1810
Foreign filing liceNSe .....cccoovvvvvvvvieieceee e, 1832
Formal requirements.........cccovveveeeieeieeeerene e 1810
Forms (See Patent Cooperation Treaty (PCT): Forms)
Home Copy......coevvrvevnienins 1801, 1848, 1879.04, 1895.01
International preliminary examination..................... 1860
International Search..........cccovviviiiiiicsee 1843
International searching authority ............cccccoeevvenene. 1840
Inventor............... 1817.01, 1817.01(a), 1820, 1893.01(e)
Kinds of protection ............ccoceeeviinniiiiieie 1817.02
Mail SEIVICE ....vveeeveieveece e 1834, 1834.02
Member SEALES .......cvvereiririerees e 1817
Microorganism deposit ........c.cccceveevreriirieinnienns 1823.01
National Stage ........cccceverereiiniiereseneis 1893 to 1896
Numbering of Sheets ..........ccocvrviiiiiiiicie e 1812
Oath .o 1893.01(e)
Parent to national application............. 201.11(a), 1817.02
Power of attorney..........cccoveveiie i, 1807
Precautionary designations .............cc.cceeeeeenee. 1817.01(a)
Prior art effect.................. 1857.01, 1896, 2127, 2136.03
PRIOFITY ..o 201.13(b), 1828
Restoration of ..o 1828.01
Priority document .........cccccoceevieinecvnenenn, 201.13(b), 1828
PUBIICAtION ..., 1857
Record COpY .....ccvvvrevinenieirienan, 1801, 1828, 1832, 1848
Rectification of obvious errors.........cc.cccecvveivrenen 1836
Refund of fees.......ccccovvvvrinennnn, 1827.01, 1850, 1852
......................................................... 1865.01, 1875.02
Representation ............cccoeveieieneienenee e 402.09
REQUEST ... 1821
Search copy......cccoevvvrnnnne 1801, 1827.01, 1840, 1840.01
SEArCh fE....iviice e 1827
Search report........ccovveveieierieieneee e, 707.05, 1844
SECIeCY OFder .....oovveireicireeecc e 115, 120, 1832
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Sec. No.
Signature of applicant........c..ccccceveieviiniiie s, 1820
Time limits ..o 1836, 1842, 1843.05
..................................................... 1879.01, 1879.01(a)
THE o 1821,1893.03(e)(1)
Translation for U.S. national stage................. 1893.01(d)
Transmittal fee ....coovvvviiiiiiice 1827
Transmittal letter ..o 1830
Unity of invention .............. 823, 1850, 1875, 1893.03(d)
Withdrawal ..........cccoeeviiiiiiiec e 1859, 1880
International classification...........cc.ccooveveveviniennnnnnn, 903.09
International patent classification.............ccccoevvvinnnne. 719.05
International searching authority ...........c.ccocveeninincnnns 1840
International Trade COMMISSION .........cccooveieeeierierieine 724
International-type search .........ccccooeneiienciienn 707, 1852
INEEINEL....eiiicee e 502.03, 1730
AAArESS. ..o 1730
Database COleCtions...........ceveiereiciini e, 1730
Disclosure document program...........ccoceeeeereeennenenns 1706
Electronic mail ..........cccoeveviveneeinnnne 502.03, 713, 713.01
............................................................. 713.04, 713.05
General Information Concerning Patents.................... 703
KidS PagesS......ooviiiiiiiiiiieeiieeeee e 1730
“PatentIn” computer software (See also Sequence rules)
............................................................................. 2430
Payment of maintenance fees by .........ccccceeverennnn 2522
PCT Legal OffiCe .....coveviiiiiiiiiciicce e 1730
Publication of Board Decisions............c.ccccevenen. 1213.03
Publication of the Official Gazette ............cc.ccovnenne. 1703
SEArCHING......ciiiieiieer s 904.02(c)
Usage Policy......ccccoovvveiviicieicieceins 502.03, 904.02(c)
World Intellectual Property Office (WIPO)
......................................... Introduction, 1801, 1851
Inter partes qUESLIONS .........ccvvveirerieirenes e 713.06
Interpretation of law, NEW.........ccccvivivviveivcerere e, 1207
Intervening rights
In reexamination
EX PAIE.....oiiiiiiii et 2293
INEEr PAMTES.....oviiicriie e 2693
In reinstated Patents.........ccccevererevernvnsnse s 2591
IN TRISSUE ...t 1460
Intervention by assSignee .......cccevevevevevesece e 106
INEEIVIEWS ...t 713
Advance indication of issues to be discussed........ 713.01
Allowed application .........cccocvvevvivnivinenns 713.05, 713.10
Appointment in advance...........cccccovveveievenieiennens 713.01
Attorney not of record.........cccevvviiieiniiecnenenen, 101, 402
Authority to coNdUCE...........ccooviieiiiiire e 713.05
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Invention -- Inventor’s certificate

Sec. No. Sec. No.
Before filing.......ccooveveiicc e 713.02 Inventive entity, Same(overlapping subject matter) ........ 804
Before filing amendment under 37 CFR 1.312..... 713.10 804.03, 822, 822.01
Before first action ................... 706.07(b), 713.01, 713.02 Inventor (See also Applicant; Pro se applicant) .............. 605
DeMONSLratioN.......ccveeerieie e 713.08 Common, at [east ONe.........ccceeevereriennnne 201.03, 201.11
During working days only ..........cccoevenennieneenn T13.01 706.02(k), 2137.01
Electronic mail........ 502.03, 713, 713.01, 713.04, 713.05 Continuing application .........c.ccccecevvvieresesennn, 201.06(c)
Excluded or suspended attorney or agent ..... 105, 713.05 Correction (See Correction of inventorship)
EXNIDIT .o 713.08 Deceased ........ccoovveieieniciineieienes 409 to 409.01(f), 1820
Exposure of other cases during............cc.e.... 101, 713.07 Execution of oath/declaration by
Field of Search.......c.coeovveiiiniiieeeeee, 713.02 legal representative..........cccccvevicrienne 605.04(a)
Finally rejected application.................. 706.07(f), 713.09 Government property rights statement.................... 151
How conducted .........ccceevvenvinenciiesce e 713.01 Duty of disclosure by ........c..coceevrennae. 2001.01, 2002.01
Inter partes qUESTIONS.........ccceereie s 713.06 FOreign priority .......ccoceoeeveivnennieneen 201.13, 2133.01
Interview summary form ...........ccoceovennenn. 713.04, 2281 Full first or middle name required.................... 605.04(b)
Local attorney ........ccoeveevvveverenenieveeseeen, 713.03, 713.05 HEITS oo 409.01(a), 409.01(d)
Made of record.........ccoevvvvenivnivinsinnnennns 713.01, 713.04 Initials as a given Name ........ccccceevvevevesie s, 605.04(b)
Merged reissue/inter partes reexamination......... 2686.03 INSANE ..o 409, 409.02
MO 713.08 International application......... 1812, 1817.01, 1817.01(a)
Oral agreement not binding ..........ccccoeevevninnnnn. 713.04 Legally incapacitated............ccccovvvrenercriennnn. 4009, 409.02
Patentability report Cases .........cccocvvvevvviesvsnsinnnnns 713.01 YT o] SR 409
Prior to first Office action................... 706.07(b), 713.02 Name change........ccccocerveivverieenienens 605.04(c), 719.02(b)
Prohibited........ccoieiiiic e 713.05 COrTECtioN ....ovvceeircee s 201.03, 201.05
Protestor participation............ccooceveveieicncncnene 1901.07 OFET ittt 605.04(f)
Question of patent validity..........c.ccocoveniiniiiinens 1701 PELitiON ....coeiviieic e 605.04(c)
Record of substance required................... 713.01, 713.04 Typographical, translation error............ 201.03, 601.05
Reexamination None available...........ccocooeieneriiennn, 409, 409.03(b), 603
EX PAMTE oo 2281 ProOf ..o 409.03(d)
Inter partes.........c.coovewee. 2666.30, 2685, 2686.03, 2687 Proof of irreparable damage...........c.cc.coovenee. 409.03(g)
Refused .......cccoevvininiiiee, 713.01, 713.02, 713.05 Proof of proprietary interest...........ccccoceveenn. 409.03(f)
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