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Comparison with closest prior art .................... 716.02(e)
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Continuing application ................... 201.06(c), 201.06(d)
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....................................................... 716.05
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Petition regarding sufficiency ...........c.ccoceee... 1002.02(c)
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Reexamination, ex parte ........cccceevvevvivevverenesenennnns 2258
Reexamination, inter partes ...........ccocceeevveverenrnnnn. 2658
Reference attributed to applicant ...........ccccceeenee. 716.10
SUFFICIENCY OF .. 716.09
SYNEIGISIM ..ot 716.02(a)
Skepticism of EXPertS.......cccoeverererievin v 716.05
TIMEIINESS ..o 716.01
Unexpected results, allegations..............cccccoceveenee. 716.02
Unexpected results, evidence...........c.cccoeevrvennn 716.02(a)
Advantages not disclosed or inherent............ 716.02(f)
Burden on applicant..........cccceveveieiinininnnnns 716.02(b)
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.............................................................. 716.02(d)
GENUS OF SPECIES ....vevvieeieeterieiesie e 716.02(d)
Range, claimed ..........cccocvvivvviinnieciccccens 716.02(d)
Weighing evidence of .........cccccovevvvivcinnnnn, 716.02(c)
Affidavits submitted with prior art under 35 U.S.C. 301 in
patented fileS.........coiiiiiii e 2205
Affirmation (See Oath; Declaration)
After final practice ........ccoecvvvvivvievievin s 706.07(f)
In transitional application .............cccccoeeveinenae 706.07(g)
In ex parte reexamination ...........ccccocvereerereneneenns 2272
Agent (See Attorney or agent; Power of attorney)
Agent for international application................. 1807, 1864.04
W Ao [o =T T LA o] o PSR 2173.05(k)
Agriculture, Department of, Plant patents........... 1608, 1609
Agricultural Research Service........ccccceeeienennne 1608, 1609
AIDS/HIV, petition to make special ............c.ccceene. 708.02
Algorithms ... 706.03(a), 2106, 2106.02
Alien Property Custodian (A.P.C.) publications
(See also Citation of prior art) ........ccccccvvervnnene 901.06(c)
Allowance and issue (See also Allowed application)
........................................................ Chapter 1300
Abandonment after ... 711.05
All claims allowed, shortened statutory period
...................................................................... 710.02(b)
Amendment, EXaminer’s .........ccccooeveeveienennens 1302.04
Amendment, Examiner’s, Rule 1.312...................... 1305
Amendment after (See Amendment: After allowance)
Amendment after allowance of all claims............. 714.14
........................................................................ 1303.01
Amendment after D-10 NOICe ........ccevrrvreieirnne. 130
Amendment at time of ... 714.15
Amendment crossing in mail ............cc.ccoevevennenn, 714.15
Assigned application...........ccoceveviienniiniensieseneeen, 307
Assignment Division.........c.ccoceeveenen. 409.01(b), 1302.11
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Cancellation of claims after appeal ..................... 1214.06
......................................................... 1215.03, 1214.04
Cancellation on nonelected claim by examiner’s
amendment ........cooveieinene e 821.01, 821.02
Cancellation of nonstatutory claim................. 1302.04(b)
Citation of prior art.........ccccceeveveveieviesisiese e 1302.12
Claim for Official Gazette..........cc.cceoeveiirennne. 1302.09
Claim renumbering.......... 608.01(j), 1302.01, 1302.04(Q)
Claim renumbering, dependent claim............... 608.01(n)
................................................................ 1302.01
Classification..........c.ccoevvvvrivnvnininennnn. 903.07, 903.07(b)
Classification change after allowance.................... 903.07
Classification in another Technology Center ...903.07(b)
Companion application referred to..........c.co....... 1302.07
Copending application
File wrapper/history notations............. 202.02, 1302.09
Parent application data...........c.ccoceveeniiencnnnne. 1302.04
Retention label ... 1302.07
Correction of error after allowance ...........c...cc...... 714.16
CroSS-referenCe ....ccovevevere i 903.07(a)
D-10 NOLICE. ....ccuiieieieieiiieieiee et 130
Deceased inventor, notice of allowance............... 1303.03
Drawing, drafting stamp no longer required .... 608.02(0)
Drawing correction.............. 608.02(z), 1302.04, 1303.01
Drawing in patented file ...................... 608.02(i), 905.03
Erasure of markings .........ccoooveeviiinnniciencnenens 1302.01
Examiner’s amendment (See Examiner’s amendment)
File wrapper notation ............ccccoeviencinennennen, 1302.09
FiNal FEVIEW.....cvveiee v 1302
Formal matters ........ccoccovveveivieneieneenns 714.16, 1302.01
Formal matters, examiner’s amendment and changes
........................................................... 714.16, 1302.04
Formal matters, specification rewritten............... 1302.02
General FEVIEW .......ccvevevenere e 1302.01
INtErfErenCe .o 2303.01
Interference search .........cccccoceveenenne. 1302.08, 2304.01(a)
International classification ............ccoccvceviiiinnnns 903.09
Intervention by eXecutor...........ccccoevvvereeniennae 409.01(f)
Issue classification notations...........c.cccvcervirene. 1302.10
Issue in another TC without transfer ................ 903.07(b)
Jurisdiction of application ...........cccccoovvriiiiicinnns 1305
Listing Of references.........cococvvevviiennicnensene, 1302.12
Locarno classification designations.................. 903.09(a)

Non-compliant amendment, treatment of.... 714, 1302.04

Nonelected claims canceled by examiner’s amendment
............................................................. 821.01, 821.02

Nonelected claims eligible for rejoinder ....821 to 821.02
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Allowance, Reasons for--Amendment

Sec. No.

Notice of Allowability 1302.03
Notice of allowance (See Form letters and forms: Notice
of allowance)

Ordering allowed application...........cccoccecevenuenne. 1306.03
Patentability report, print disposal .................... 608.02(n)
...................................................................... 705.01(d)
Plant application ..........c.ccccocvvveiisienie e, 1611
Printer Waiting ........cccoovreieeiiicnce e 1309.02
PrO SE .o 707.07(j)
Protest against iSSUE .........ccovervrererineneeeee e 1901
Reasons for allowance (See Reasons for allowance)
RECOrd rOOM ...t 905.03
Reference listing .........cccoooviiieniiiniciccce e 1302.12
Reissue application ..........cccooevevveniienennienecee 1455
Rejection after allowance........... 706.04, 706.05, 1308.01
Rejoinder of claims.........c.ccccocevvrnnnne. 821.04, 1302.04(h)
Related applications, file wrapper/history notations
........................................................... 202.02, 1302.09
Related applications, retention label.................... 1302.07
Reopening prosecution ..........ccccevvevereienerennnens 1308.01
Retention 1abels .........cccooerviviiiinciicieee 1302.07
Review by examiner .........cccocvvveviiecvieiencieinens 1302.01
Review by primary examiner...........c.ccoceevrvinenns 903.07
Rewritten specification requirement.................. 1302.02
Secret application..........cccceeeveveiieienninenn, 130, 1304.01
Signing file Wrapper.........ccccooeveiveiciieiceies 1302.13
Special ....covvvriiiiiie 708.01, 710.02(h), 1301
Specification, clean copy required............c........ 1302.02
Statement of iINVENtion .........c..ccocvvvveveicncnenenn, 1302.01
Supplemental oath after...........cccccovvvvivivvvirenne, 603.01
Terminology correspondence of specification and claims
........................................................................ 1302.01
Title of iINVENLION ...ocvviveiee 1302.01
Title change by examiner..........coccocvvreinenncnnenn, 606.01
Title search, continuing application............cc.ccccvev.ne. 306
TraNSTY . 903.08
Undelivered notice of allowance ..............c....... 1303.02

Withdrawal from issue (See Withdrawal from issue)
Withholding from issue, secrecy order application

130, 1304.01
Allowance, Reasons for (See Reasons for allowance)
Allowed application (See also Allowance and issue)

DefiNitioN.....cccoveieecee e 203.04
Express abandonment of ............ccccocvviviiviriiinennn, 711.01
File wrapper data ........ccccooeevvenieieneiceee e 1302.09
OFdEIING ..ceiviieiiiie et 1306.03
REJECTION ... 1308.01

Sec. No
Suggesting claim for interference............ccococevevenee. 1003
Allowed claim, reJection.........ccocveivereieneieseneeens 706.04
By Board of Patent Appeals and Interferences....1213.02
Alpha sUBbCIasS ..o 903.07
Alteration of application after execution................ 605.04(a)
Alteration of application before execution ............cc.cc..... 506
................................................. 601.01(a), 602, 608.01
Alteration of patent application ............ccccoeerviinincinenns 506
Alternative phrase in claim (See also Indefinite claim)
................................................................... 2173.05(h)
Amended application..........ccccveeeveveveniese e 203.03
Amended application, inspection for transfer........ 903.08(c)
Amendment (See also RePIY) .....ccoovreiieniieniieiee, 714
Accidental entry ... 714.21
Adding excess Claims............ccoevevvereevenieieninnennens 714.10
After abandonment...........ccocevveiiiininnnnn, 711.02, 714.17
After all claims allowed ...........ccocooiiiiiiiiicnns 714.14
After allowance
APProval ..o 714.16, 1002.02(d)
Canceling claim .......cccccoveviiiieiiniiseeeeee 714.16
ENtry in part ..., 714.16(e)
Examiner’s action ........... 714.16, 714.16(d), 714.16(e)
EXCeSS ClaimS .......ooveiiiiiiee 714.16(c)
Formal matters ..........coceovvrvirennnn, 714.16, 714.16(d)
Handling......ccoeveveie s 714.16(d)
Mailed before allowance............ccoccooevvnvncnnnnn. 714.15
Motion under Rule 41.208(c)(2) (formerly under Rule
1.633(C)(2)).vvenererereninieininiee e 714.16(b)
Patentability pointed out ... 714.16
Reason for adverse action ................ 714.16, 714.16(d)
Renumbering claims ..........ccccooeveiininennne, 714.16(e)
Secrecy order application.............ccccoeu... 130, 1304.01
After eXxaminer’s aNSWEN ..........coveverereresesesnnnnns 1210
After appeal, before examiner’s answer ........... 714, 1207
After Board decision .............cce.e.. 1002.02(d), 1214.01
......................................................... 1214.06, 1214.07
After death of attorney or agent ..........ccocceveerereene. 406
After final rejection.................. 706.07(f), 714.12, 714.13
Examiner determines compliance with 1.121 ....714.18
Non-compliant amendment, treatment of ................ 714
After final rejection, entered in part............cocue.ee. 714.20
Applicants must Sign ........c.cccoeeeveeieieienenie 714.01(a)
At alloWanCe.........covevieiiriierce e 714.15
Attorney not of record..........cccccvvvrvrnrinnn 405, 714.01(c)
Basis in disclosure ........c.ccocvvvvevieviiicieinens 608, 706.03(c)
......................................................... 2163.03, 2163.07
Before first action..........cc.cccceveene. 608.04(b), 714.01(e)
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Amendment--Amendment
Sec. No. Sec. No.
Board rejection avoided...........cccoeevvevererennninnn 1214.01 Drawing COrreCtion ........cccceeevevvevereereeresennns 608.02(x)
By replacement paragraph or section...........c.cccceevenee. 714 Drawing New Matter.........ccocvevveerenieieneneeennens 608.04
By substitute specification .............cccoceeeneiiicnennne. 714 LSE e 714.19
Canceled matter restored ...........cccceevrvenene 608.01(s), 714 Paper NUMDEN ... 714.21
Canceling all claims................ 706.07(h), 711.01, 714.19 Period for reply expired .........ccooovverienennnnnnn, 714.17
Canceling appealed claims................ 1215.01 to 1215.03 Preliminary amendment ..........ccccevvevereriennn, 714.01(e)
Claim added, terminology basis.........c..c.ccoen.... 608.01(0) Second (or subsequent) supplemental reply.. 714.03(a)
......................................................... 2163.03, 2163.07 Substitute specification unnecessary..... 714.19, 714.20
Claim numbering ............ 608.01(j), 1302.01, 1302.04(9) Unduly interferes with preparation of Office action
Claims e 714.03(a)
Added in excess of number of claims previously paid ENtry direCtions .......ccccvevevcieieie e 714
(0] SR 607, 714.10, 714.16(c) DEfECLIVE....uiivicicecece e 714
Clean Version .........ccceeevrenneennen. 714,714.13, 714.16 Entry inadvertent...........ccocoereneinncninceeees 714.21
Marked-up VErsion..........ccoeveineriinescnescneens 714 Entry in ex parte reexamination ...........cc.cceeeereenen. 2234
Status 1dentifiers........cccoovvivivicvcieice e 714 Entry in inter partes reexamination...........c..cc.coove.ne. 2670
Complete reply required ........cccevvevennne. 714.02, 714.04 Examiner’s (See Examiner’s amendment)
Consolidating pending claims..........c..cccc..... 714,714.13 Excess claims added............c..cccveuennene. 714.10, 714.16(c)
.......................................................................... 714.16 Facsimile ..o . 502,01
COPIEI COPIES ..ttt 714.07 Fees, additional ..........cocecvvervineiiiicice 710.02(c)
Copying patent claim (See Claim presented File wrapper endorsement............cc.cov..ee. 714.18, 719.01
corresponding to claim of patent) Filed with application............cccccovvvereieneiinnnnns 601.01(a)
Crossing mailing of allowance.........c..cccccceevvennenn. 714.15 Formal matters, compliance with ............ccccoovvenee 714.02
D-10 notice preceding........c.coceverveerereneneesesieennene 130 FUlly reSponSiVe ........ccooveiieiiinciiccesc e 714.02
Date oOf receipt........ccocevvvvrerenennns 505, 710.01(a), 714.18 HEadiNG ..o 502
Date stamp Immediate iNSPECtioN .........cccvvvveievieere e 714.05
Office date ......coeevvvrviercinens 505, 710.01(a), 714.18 IMproper Signature .......cc.cooeevvereienerienens 714.01(a)
TC receipt date .......cocooeveneneiiiicee e T14.18 714.01(c), 714.01(d)
Declaration.........coocveereiineneiseee e 602.01 Ratification..........ccocovvieiinice e 714.01(a)
Defective, directions for entry ..........c.ccoceveenennn 714.20 INACCUIALE ... 707.07(h)
Delivered to wrong Technology Center................ 508.01 Incomplete reply......cccevvvvvieiennne 711.02(a), 711.03(a)
Discharged attorney or agent.........c.ccoecevevveiennns T14.19 714.02 to 714.04, 2266.01
Disapproval of preliminary amendment ........... TL4.01(E) 2666.30, 2671
.................................................................... 1002.02(d) Time for completing..........................710.02(c), 714.03
Disapproval of second or subsequent reply ......714.03(2) 2266.01, 2666.30
DiSCOUIEOUS .....evveverersirsie e 714.19, 714.25 Increasing claims in excess of number of claims
Drawing ............ 608.02(p), 608.02(q), 1302.05, 1303.01 previously paid for..........ccccccevvnnene. 714.10, 714.16(c)
In reissue application...........cccoereerenseneniseens 1413 Ink, NOt PErmanent ..o 714.07
Drawing, diSposition ...........cccocveienirnienennennns 608.02(x) Inspection by eXaminer ..........ccoceevvenvienennennen, 714.05
Drawing, new matter..........cccccoeererverrnne. 608.04, 714.19 Inventorship (See Correction of inventorship)
D01 ] T L= TS 719.01(a) Jurisdiction of application not with examiner ....... 714.16
Easily erasable paper forbidden................ TL4.07, 71419 e 714.19, 1305
Entered in part.........ccoeoveieineniineeeee s 714.20 LAl 710.02(d), 711, 714.17
Entered in part, after allowance, 37 CFR 1.312 Literature citation in specification................... 608.01(p)
...................................................................... 714.16(e) Manner of making........ccccoeevevevinivinsinsinseerieseennn. 114
ENEIY oo 714.18, 719.01(a) Motion under 37 CFR 41.208(c)(2), Application in issue
Entry denied..........cccovviiiniinene. T14.17, 71419, 71421 e 714.16(b)
Appeal Case.....c.cooveivreieereeeeee e 1207, 1214.07 Name change on file wrapper.......... 605.04(c), 719.02(b)
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American Inventors Protection Act (AIPA)--Anticipation rejection

Sec. No.
New matter.........ccoevvevrvrninnns 608.04, 706.03(0), 2163.06
Non-compliant amendment, treatment of .................. 714
........................................................................ 1302.04
Nonentry (See also Amendment: Entry denied) ... 714.19
NOt entered.......ccoevveeeeeiiiicieceee e 714.19, 714.21
Not fully responsive...........cccceevrvrvnnnns 714.02 to 714.04
................................................ 2266.01, 2666.30, 2671
Not fully responsive, time to perfect reply ....... 710.02(c)
............................................. 714.03, 2266.01, 2666.30
Oath, Original .........ccccviviieiiie e 602.01
Obijectionable remarks.........c..ccccvevvevennnne. 714.19, 714.25
OF ClaIMS...viiiicicecce s 714
Of specification...........cocoviieiieiiiie e, 714
Office date stamp........cccvevrennen. 505, 710.01(a), 714.18
Paper NUMDET .........cccoviveieeee e 714.18
Patentability pointed out............ccccvrenne. 714.02, 714.04
Period for reply ends Sunday or holiday............ 505, 513
......................................................... 710.01(a), 710.05
Permanent ink required..........cc.ccoovvveeenne. 714.07,714.19
Petition NON-entry ........cccceevvevevevenie s 1002.02(c)
Plant application ..........c.cccccceviiieiiiieie e, 1610
Post Office address, Applicant...........cccccoeevevnenen. 605.03
Preliminary ... 506, 714.01(e)
Canceling all claims.........cc.ccccccvnennee 601.01(e), 711.01
Denial of entry .....ccccvevvvvieiicececee s 714.01(e)
EXCESS ClaimS.......cooovriiiiiieicecee e 506, 714.10
Filed with application ..........cccccooeeviiiiiinnne 714.01(e)
Manner of making ..., 714.01(e)
New matter added........... 601.01(a), 608.04(b), 702.01
Non-compliant amendment, treatment of ............... 714
PG-Pub application..........cccceovvvervineneiiescnnes 1121
Referred to in oath/declaration.............. 601.01(a), 602
To lessen filing fee ... 607
Ratification
Signature defective .........ccccvevviviivccccccecen, 714.01(a)
RECEIPL ..o 501 to 505, 511, 512
Received after allowance..............c......... 714.15, 1303.01
Reexamination ..........cecceevveveeeeinnen, 2250, 2666.01, 2672
REISSUE ..ot 714, 1453
Requirements of ..o, 714.02
Residence change........ccooveienennieneiccesee 719.02(b)
RESPONSIVE ...t 714.02, 714.04
Return, after entry on file wrapper..........c.ccccoeueu. 719.01
RIbbON COPY...oovvvcicecrcec e 719.01(a)
Rule 1.312 (See Amendment: After allowance)
Second (or subsequent) supplemental reply......714.03(a)
Several filed on same day ..........ccoceevverciencncnnne, 714.18

Sec. No.
Signature improper........cccceveveenenn. 714.01(a), 714.01(c)
..................................................................... 714.01(d)
Signature MisSing ........ccoovevvvereiiineecsenes 714.01(a)
Signature required .........ccoeevvereiinenscnenes 714.01(a)
Signed by applicant, not by attorney or agent of record
............................................................. 714.01(d)
Signed by attorney or agent not of record .405, 714.01(c)
Statement of allowability by Board..................... 1213.01
Supervisory primary examiner.... 714.13, 714.16, 714.18
Supplemental...........ccoeviiniini 714.03(a)
Support by original claim........c.ccccccevveviviininnnnns 608.01(1)
Telephone nUMber ... 713.01, 714.01
Unduly interferes with preparation of Office action
..................................................................... 714.03(a)
Unmatched with application file ...........c..ccce.e... 508.03
UNSIGNEd ..o 714.01(a)
Ratification of .........cccoceviiinnnnn 710.02(c), 714.01(a)

American Inventors Protection Act (AIPA) (See Statutes:
Public Law 106-113)

American National Standards Institute (ANSI).......... 608.02
Amino acid sequence (See Biotechnology; Nucleotide
sequences)
ANalogous Art ........ccceeeenennn 904.01(c), 1302.14, 1504.02
...................................... 1504.03, 2131.05, 2141.01(a)
Analysis of Claims ........c.ccccovviveiiiic e, 904.01
Answer, Examiner’s (See Examiner’s answer)
Answer all matters traversed ..........cccoeevreiiennnn 707.07(f)
Answer on remand...........cc.cceeerennns 1211, 1211.01, 1211.02
Antecedent lacking (See also Indefinite claim) .......... 706.03
............................................. 1302.01, 2173.05(e)
Anticipation rejection............. 706.02(a), 707.07(d), 1504.02
....................................... 2131, 2132, 2133, 2136
Affidavit to OVercome ........ccocveveveveenern v 2132.01
ANalogous art ........cceevevvererenese e 1504.02, 2131.05
Definition Of ..o 2131
GeNUS-SPECIES ...ttt 2131.02
Generic chemical formula..........cccccooeviiiinnne, 2131.02
Meaning of
“BY Others” ..o 2132
“IN this COUNTIY” ..o 2132
“Known or used”......cccoceveveveieniennens 2132, 2133.03(a)
“Patented in this or a foreign country”.................. 2132
Multiple references, when permitted................... 2131.01
One year grace Period .......ccccvevvevereereresienesesnneenns 2133
On sale (See On sale)
Ranges claimed ..........cccoovveiviviiiiiescce e 2131.03
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A.P.C. publications--Appeal

Sec. No.
Rejections based on publications and
PALENTES oot 2133.02
Prima facie Case........ccooeiereniiini e 2132.01
Public use (See Public use)
Secondary considerations, evidence of ............... 2131.04

A.P.C. publications (See Alien Property Custodian (A.P.C.)
publications)

Apostille (See also Oath; Declaration)........... 301, 409.01(b)
........................ 602, 602.04, 602.04(a), 604, 604.04(a)
Apparatus, Process or product and.... 806.05(¢) to 806.05(g)
APPEAL ..o Chapter 1200
ADandonmMeNt..........ccooeviiieiniee s 1210
Actions subsequent to examiner’s answer ............... 1210
Administrative handling ..........ccccoeevnnineniinnn 1204
Affidavit after appeal............c.......... 1207, 1208, 1211.02
Affidavit after Board decision ............. 1214.01, 1214.07
Amendment after examiner’s ansSwer ..............c....... 1210
........................................................................ 1211.01
Amendment before examiner’s answer.................... 1207
Amendment for purpose of ..........cccceee. 714.12,714.13
Amendment makes application allowable ............... 1207

Answer, Examiner’s (See Examiner’s answer)

BT - 1206
In ex parte reexamination.............ccccvevvnernenennas 2274
In inter partes reexamination................ 2675, 2675.01
IN TEISSUE ..ot 1454

By patent OWNEr.........coooeiiiiiiiiiie e 1205

Cancellation of withdrawn claims ..................... 1214.05

Civil [itigation ........ccooevveiiiiiieeeee, 1216.02

Claims copied from patent, time limit .............. 710.02(c)

Claims included .........c.cccoeevrennene. 1205, 1205.02, 1206

Composition of the Board..........cccccoveeieeieiencne 1203

Concurrently with interference ..........ccccoeevveinenns 1210

Concurrently with prosecution before examiner...... 1210

Conference......coovveveireneeneeesee 1207.01, 1302.14
In inter partes reexamination...................... 2676, 2677

Correspondence address for litigation......... 501, 1216.01

COUM et 1216

Court, Federal Circuit .........cccoocvvvniereienenniienas 1216.01
Of an inter partes reexamination................ 2682, 2683

Decision by BOard ...........ccoovevreniniiieneinenee e 1213
Of an inter partes reexamination................ 2681, 2682

DiSMISSal.....cveeeeieie e 1215.04

EXaminer revVersed ........cccocceveneinenecsenienennnn, 1214.04

Examiner sustained ...........ccocoverveeveienenieiesieenns 1214.06

EXamINEr’s @NSWET ........cceivrerieenerieesieeeesieeeeeneens 1208

Failure to prosecute appeal ..........cc.ccovevrervriennn. 1215.04
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Sec. No.
Fee (See also FEe) ..vvvvvvviveieiecece e 1205, 1208
From Board decision ..........ccccccevervevennan. 1216 to 1216.02
HEAING ... 1209
Inter partes Reexamination...............c.cc..... 2674 to 2680
FIOWChArtS........coveievece e 2601.01
INtrOAUCTION ... 1201
JURISAICHION ..o 1210
Matter SUDJECt tO........cervevreiiirinne Introduction, 706.01
Multiplicity rejection..........ccccovvvvciriincnnnne, 2173.05(n)
New ground of rejection by Board...................... 1214.01
New ground of rejection by examiner in examiner’s
ANSWEN ...ttt 1207, 1208
New matter affecting claim...........cccooevnennn 608.04(c)
NOLICE OF . 1205
Order for complianCe ........ccocveveveveninie e 1210
Oral heariNg......cccvvevere v 1209
Reexamination, X parte ..........ccocevvvvrerenereennenns 2276
Reexamination, inter partes...........cccoeevereennenn. 2680
Patentability report Case ........c.ccoceeveriieneennen. 705.01(a)
Primary examiner’s attention ..........cccccceevvvvieennnne. 1004
Procedure after Board decision ................. 1214, 1214.01
...................................................... 1214.03 to 1214.07
Protestor participation ...........c.ccoeeeveneieneneennen. 1901.07
Publication of Board decision ...........ccccocevveuennen. 1213.03
Real party ininterest ........cccceeevevieiieiennnnenns 1206, 1208
Rehearing by Board...........c.ccooevvennene. 1214.01, 1214.03
Reexamination, X Parte........c.ccoceeeverirenereneneennen, 2273
Reexamination, inter partes............c.ccoe..e. 2674 to 2680
Remand by Board.............c........ 1204, 1208, 1210, 1211
.......................................... 1211.01, 1211.02, 1211.03
..................................... 1212, 1213, 1213.02, 1214.01
..................................... 1302.14, 2143.03, 2274, 2275
................................................................... 2681, 2682
Remand by Federal Circuit ...........cccooevvrenecnen. 1216.01
Remanded application made special ..................... 708.01
Reopening of prosecution after appeal..................... 1208
Reopening of prosecution............cccocevevenciennns 1214.07
Reply brief to examiner’s answer..........c.ccccoceveennen. 1208
Requirement by board to address matter .................. 1212
Secrecy order application..........ccccocevviennns 130, 1304.01
SIR application..........cccccviiiiviiiciercce e 1105
Statement of allowability by Board..................... 1213.01
Supplemental appeal brief..........ccccoviiiiiiiinnn, 1208
Supplemental examiner’s answer............ 1207.04, 1211,
........................................................................ 1211.02
Suspension pending civil action or federal circuit appeal
inrelated Case ......coovverieiiiie e 1213
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Appealable matter not petitionable--Application

Sec. No.
Suspension pursuant to 37 CFR 1.56(d) .................. 1213
Time for filing brief.......c.cccooiiiiiee 1205.01
Withdrawal ...........c.ccooveenen. 711.02(b), 1215.01, 1215.02
Withdrawal of final rejection ... 1205
Withdrawal, partial ...........ccooveeerennnnnn. 1214.05, 1215.03
Appealable matter not petitionable...................... 1002, 1201
Appendix, computer program listing................ 608.05, 1121
Appendix, multiple claim Sets..........cccocnviiinnincinnn. 1121
Applicant (See also Inventor; Pro se applicant).............. 605
Abandonment notification ...........c.ccccocevvinenne 711.04(c)
Administrator or executor......... 409 to 409.01(f), 605.05
Age, special Status.........cccovveveieiieieieciereseie e 708.02
Citizenship ....oooeeiie 605.01
Common, at least one.......... 201.03, 201.11, 706.02(f)(2)
............................................. 706.02(k) to 706.02(1)(3)
Comments on statement of reasons for allowance
........................................................................ 1302.14
DiSCOUMESY ...eouvenieieieenierieeieie e 714.19, 714.25
Health, special status..........ccccvvvvieinrierciincie s 708.02
[ =TT 409.01(a), 409.01(d)
International application ...........ccccccceeieienine 1805, 1810
.................................................... 1817.01, 1820, 1821
JOINE (oo 201.02, 201.03, 2137.01
Mailing address.........ccocevviereienenieneee e 605.03
Name change ........ccoovvevevernninnnnns 605.04(c), 719.02(b)
Other than inventor ............... 409 to 409.01(f), 409.03(b)
Post Office address ........coceveiereneneninieeiee e 605.03
POWer 10 INSPECL.......cveiiirieiieierc e 104, 106
Reply (See Amendment; Reply)
REQUIrEMENTS ....ocvvceeeeeece e 2137.01
RESIAENCE....cceiviieicieieere e 605.02
Self prosecuted application................... 707.07(j), 713.01
Signature........ccocevevveeene 605.04(a), 605.04(e), 605.04(f)
Small entity Status.........cccocerviiiniiiieereees 509.02
SOIE ot 201.01
Application
Abandoned (See Abandoned application)
Abstract of the disclosure..........c.ccocccveniiinnnne 608.01(b)
Acceptance of 37 CFR 1.47 ......cccoocvvvvvvvieanne 409.03(h)
Acknowledgment........ccoeveveiivccnnecee e 503
AAAress MISSING ......ovverieiiireieeseese e 403
Allowable except as to form..........c.c.c.... 706, 710.02(b)
Allowed
Definition......cccooviiiiiiiise 203.04
File wrapper data..........ccocoveviveinencineieenn, 1302.09
OFAEIING..cvviveeeieeiirieee e 1306.03
REJECTION.....coviiiiciecc e 706.05, 1308.01

Sec. No.
Amended definition...........ccovierneiinicie 203.03
ATangement........coovevvereeneree e 601, 608.01(a)
Design application................... 1503, 1503.01, 1503.02
Assigned (See also Assignee; Assignment)
AACCESS ..ttt 106
ANIOWANCE ... 307
Conflicting subject matter........ 706.02()(2), 706.02(K)
706.02(I) to 706.02(1)(3), 706.03(k), 822,
2304.05
Inventor deceased.........ccoevveereiiireieienienens 409.01(e)
Assignment for examination
Office of Initial Patent Examination ...................... 504
Assignment to examiner for examination......... 903.08(b)
Assignment to Technology Center
for examination .........cc.cccevvvnins 504, 903.08, 903.08(¢e)
Background of the invention...........cccccceeenine 608.01(c)
Best mode.........ccooeveriiiiiieee, 608.01(h), 706.03(c)
Brief description of the drawings............c.c....... 608.01(f)
Brief summary of the invention........................ 608.01(d)
British English spellings.........cccccoeveveievciciennn, 608.01
Certified COPY...cvevvereririreree e 608.01
Claim omitted.........cccooeiiiiiiiicceee e, 601.01(e)
Claim terminology ........cccccoevvvninineinenn 608.01(0)
Claims .....cccovvvvrrinnnne 608.01(i) to 608.01(n), 706.03(k)
Clarity and completeness, examiner’s action........ 707.07
Classification in Technology Center ................ 903.08(b)
Common ownership ............ 324, 706.02(f)(2), 706.02(k)
.............................................. 706.02(1) to 706.02(1)(3)
.................................................................. 709.01, 822
Completeness .................. 201.03, 201.06(c), 506, 601.01
.................................................... 601.01(g), 608.01(p)
Conflicting, same applicant............c.ccoeevnnene. 709.01, 804
.................................................................. 822, 822.01
CONENT ..o Chapter 600
Continuation (See also Continuation) ................... 201.07
Continuation-in-part
(See also Continuation-in-part)............c.ceeeeeenee. 201.08
DESIGN ot 1504.20

Continued prosecution (CPA) (See also Continued
prosecution application (CPA))

DESIgN .. 201.06(d), 1502.01
Continuity between applications ...........cc.ccceevneene. 201.11
Control 0f aCCESS ....ccvvevvvriiieccrie e, 101, 103, 106
COPENABNCY ..e.vvcveeieeieie et 201.11
Copending, Design.........ccoceveeieienenenene e 1504.20
Correction of inventorship .........cccccoeveieienenenn 201.03
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Application--Application

Sec. No.
Cross-noting
Data of parent application in file wrapper or PALM
bib-data sheet or PALM database ............ccccccuee.e.
.......................... 202.02, 719.02, 719.07, 1302.09
Data of related application, updating................. 201.11
Foreign application, file wrapper/history notation
.................................................................. 202.03
Foreign application, oath...................... 201.14, 202.04
Description of the related art............ccoceevvenee. 608.01(c)
Design (See Design application)
Detailed description ...........ccccevveveveverinrennnn, 608.01(g)
DISLrBULION ..o 508
Divisional (See also Divisional application)......... 201.06
DESIGN ..ttt 1504.20
Drawings, NECESSAY .......cccvvrvrrrveeereereereeseenees 601.01(f)
MisSing fiQUIES .....ccevvvvvveecreeeee e 601.01(g)
Effective filing date .......ccccceevevveriennnnn 706.02, 706.02(a)
Electronic submission oOf ...........ccocvvviiiniiniienenn, 1730
English [anguage..........ccocooeveiieneiienecceece, 608.01
EXamination........cccccovveeevevcnin s, Chapter 700
EXaMPIES....eiviiieieiieise e 707.07()
Facsimile transSmisSioN.........ccocevveeverenereienesienens 608.01
Fee, filing (See also Fee) ... 607
Field of the invention............ccocccviiiiiinnnn, 608.01(c)
File wrapper continuing (FWC)........cccccoevveeene. 201.06(b)
Filing date.......ccooovveivienceieen, 201.11, 503, 505, 511
Filing receipt (See also Postcard, self-addressed)...... 503
Five year pendency ........ccccoccveevereneneenne. 707.02, 708.01
FONt. i 608.01
Foreign (See also Foreign application). 201.13 to 201.16
FOMML.ciiiicc e Chapter 600
Government-owned
SPECIAL ... 708.01
Incomplete .....coooveveieviieee 203.06, 506, 601.01(d)
.................................... 601.01(e), 601.01(f), 608.01(u)
Definition......cccooeviviiiiicnce e 203.06, 506
Informal ..o 506, 702.01
DefiNitioN.....cccocvieeeece e 506
Primary examiner’s attention required ................. 1004
SEArCH ..o 702.01, 704.01
SPECIAL ... 708.01
INSPECTION. ...t 103
International (See International application)
International Convention (35 U.S.C. 119)............. 201.13
Invalid 0ath ........ccooeiiiice s 604.06
Issue fee not paid (abandoned) ........c..ccoeevrneneae 711.03(c)

Issue simultaneously with another application ... 1306.02
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Sec. No.
JUFISAICHION ..o 1305
Mode of 0peration ..........ccccoevererieiinieiienenns 608.01(h)
National application ...........c.cccevvreiinienciiiincsceie 201
National stage application .............cccccvvereviniincnenns 201
New, definition..........coeeevevivie e, 203.01
Nonprovisional ..........ccccceevevevennnennn, 201.04(a), 506, 601
NUMDET ..ot 502, 503, 506
Status of application Using ...........c.cceeereennen. 101, 102
Omitted items....201.17, 601.01(d), 601.01(f), 601.01(qg)
Ordered examination.............cccec...... 707.02, 708, 708.01
Overlapping
Common ownership ................. 706.02(f)(2), 706.02(k)
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Circulars (See also Publication)............c.ccce.e... Introduction
Citation of prior art
A.P.C. publications............ccccecvrerniinennnniens 901.06(c)
Abbreviatures ..o, 711.06, 711.06(a)
Abstract ..o 706.02, 711.06, 711.06(a)
Allowance, Listing at .......c.ccoovvieienenencnenenn 1302.12
Applicant’s........ccccocevenene. 707.05(b), 707.05(d), 1302.12
Complete data.........ccceverereninieneeeeee e 707.05(e)
Copies furnished..........ccoecrviiniiniciee, 707.05(a)
(000 ¢ 1-To! (o] o FA SRR 707.05(g)
Correction, period for reply.....c..ccoceveveiiiieinnnnn, 710.06
CroSS referenCesS .....cccveeere i 707.05(e)
Data USEd.......covevereeiiiiricienie e 706.02(a), 707.05(e)
Decisions, orders, notices, memoranda................. 707.06
Defensive publications...........c..ccccvevee. 711.06, 711.06(a)
Electronic RESOUICES.......ccvcveveierieieiiesiesieinens 707.05(e)
EXamINer’s anSWET ..........ccoireiieieneene e 1208
Foreign language documents............ccocoeevvvrennnnne 706.02
Foreign patent data..........ccocvevenenne. 707.05(e), 901.05(a)
Foreign printed applications...........c.ccocceevvenene 901.05(b)
Form PTO-892 reproduced ..........ccccevveverreriennnnne. 707.05
INCOITECT ..o 707.05(g), 710.06
Literature, in specification............ccccocevvivnenn 608.01(p)
Mailing copy to patent owner..............ccceu.... 2206, 2208
MemOorandum .........ccccerveierenieieneneee e 707.06
NOLICES ..t 707.06
Order of liSting ......cccooveriieiieiice e, 707.05(c)
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Citizenship of applicant--Claim

Sec. No.
OFUEIS .ttt 707.06
Patents series, U.S. (See also Patent).................... 901.04
Periodical ........ccoceevvereiniiiiiieccinns 707.05(e), 901.06
Prior art effect of international application ...... 706.02(a),
........................................ 1857.01, 1896, 2136.03
Prior art in application ..............c........ 707.05(b), 1302.12
Priorartin patent..........cccccoeeevevenenn, 1920, Chapter 2200
Confidentiality .........cccovoeiiiiiniiiieiiee 2202, 2203
CONTENT .. 2205
Court deCiSION.....ccvviieieeieiee e 2207
[ P Lo | T ol 2206
Parties Who may Cite.........ccoceevviivevieieencie e 2203
Service on patent OWNEr ..........coceeereeeeieeneieneens 2208
Time for filing ..o 2204
Publications.........cccoceveviviiviie e 707.05(e)
REFErENCES. ....oveiiiieee e 707.05
Allowance in first action.........cc.ccoceevverieiennne 1302.12
From applicant............ccccooeeninnnnnne 707.05(b), 1302.12
Citizenship of applicant..........c.ccccoeviiniinniinennn, 605.01
Civil action under 35 U.S.C. 145 ........ccccevevnennen, 1214.01
................................................ 1214.07, 1216, 1216.02
Civil action under 35 U.S.C. 146.......cccccvvvrvvrenns 1216
ClaiMm ..o 608.01(i), 608.01(k)
“Adapted for” clauses in .........ccceeveereiiennnn. 2106, 2111.04
“Adapted to” clauses iN.........ccccecvveervrennn 2106, 2111.04
Added by amendment .........cccccevenininiicieienn, 608.01(0)
Results in change of inventorship...................... 201.03
Added in excess of number of claims previously paid for
.......................................................................... 714.10
After prosecution closed ............ccccveveneee. 714.16, 714.19
After prosecution closed, near end of time period
.......................................................................... 714.20
AQregation .........cocceverireneiie e 2173.05(k)
Al alloWed........cooiiiie e 710.02(b)
All canceled ... 711.01
Allowable except as to form...................... 706, 707.07(a)
.............................................................. 707.07(j)
Allowed, Rejection of .......cccceoevviiinnnne 706.04, 706.05
Allowed, Withdrawn appeal ..........cc.cceererennnn. 1215.02
Alternative phrase (See also Indefinite claim)
..................................................... 2173.01, 2173.05(h)
Amendment of (See also Amendment)...............c..... 714
ANAIYSIS .o 904.01
Antecedent basis (See also Indefinite claim)..2173.05(e)
Basis in description........cc.ccoceevveriiiienens 608.01(0), 2171
Basis in disclosure .........cccccovvvvecvrencnninnn 608, 2163.03
Breadth........cccoooeiiiiiinn 2163.05, 2164.08, 2173.04
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Sec. No.

Broadening in reissue application ........ 1412.02, 1412.03
Dependent claim .........ccocoovvvveiinenninenccnn 1412.03
Cancellation by examiner after appeal ................ 1214.05
Cancellation results in change of inventorship......201.03
Change after Board statement of allowability .....1213.01
Combination, old........ccccccevviviireieiciciece 2173.05())
Combination and subcombination.................... 806.05(a)
COMPIISING...cvvvvecirieieireee e 2111.03, 2173.05(h)
Considered in deciding reexamination request
................................................................... 2243, 2643
Consisting essentially of..........cccccoeveveviniiiennne, 2111.03
Consisting of .......cccoceviviiiiiic 2111.03, 2173.05(h)
Construed in light of specification ................... 608.01(0)
................ 707.07, 804, 1206, 2106, 2111.01, 2111.03
....................... 2129, 2145, 2164.08, 2173.05(a), 2184
Copied from patent (See Claim presented corresponding
to claim of patent)

Correspondence with disclosure........... 1302.01, 2173.03
Defined by specification, term ...........ccccocevrenen. 2111.01
Dependent .......ccccvvieieeieeiee e 608.01(n)
Dependent, objected to when improper............ 608.01(n)

.......................................................................... 706.01
Dependent on canceled or rejected claim......... 608.01(n)

.......................................... 706.01, 707.07(j), 1214.06
Design application...........cccccoevvvvvircinenenn, 1503, 1503.01
Differing only by functional statement................ 2173.05
Diminishing SCOPe........ccovvvrereireneise e 2173.05(h)
DisClaimer .......cccoeoviinciicieiiee 706.03(u), 710.02(d)
Double inclusion ..., 2173.05(0)
Duplicate .....ccevvevveveievese e 706.03(k), 2173.05(0)
Each mentioned in letter...........c.ccocoviiiniinnnnne 707.07(i)
EQUIVAIENCE ... 2183
Excess added by preliminary amendment over number of

claims previously paid for .........cc.ccoceeviinenns 714.10
Excess over fee after notice of allowance ........ 714.16(c)
Fees, dependent........cccccevvvevveisiecieicseseeens 608.01(n)
File wrapper notation ............ccoocevenenenencnennens 1302.09
Foreign priority (See also Foreign application).....201.13

.......................................................................... 201.14
FOMM e 608.01(m)
Function of maching.........cc.cceevevevciciesnnnnn, 2173.05(v)
Functional.........ccccoooeiiiiiiiie, 2114, 2173.05(g)
Generic (See also Generic claim)...........c.c...... 806.04(d)

................................................................... 2173.05(h)
Ilustrated by drawing.................... 608.02(d), 2173.05(s)
Improvement (i.e., Jepson claim) .........ccccevvivernnenn, 2129
INACCUNALE ......viiiiiie et 2173.03



Claim presented corresponding to claim of patent--Claiming same invention

Sec. No.

Incomplete ....ccooveeeiivecce 707.07(j), 2172.01
INdefinite.....ccoovveviiieice s 706.03(d), 2173
INdependent...........coeverieieiene e 608.01(n)
INAEX 1ot 719.04
Indirect limitation ..o 706.03(d), 2173.05(f)
INFOrMAl ..o 702.01
International application ............cccccoeveveveieiciennnn, 1824
Interpretation................ 2111,2111.01, 2111.02, 2111.03
JEPSON i 2129
Linking.......coooevvvneieninicieen 806.04, 806.05(c), 809,
......................................................... 809.03, 821.04(a)
Linking, GENEriC......cccoevvevveveneresiene, 806.04, 821.04(a)
Linking, Traverse of rejection...........cc.ccoceeuenee. 818.03(d)
Markush ......ccccovvininiiniee 2173.05(h), 2173.05(0)
GENEIIC ..ottt 803.02
SUBGENUS. ...t 2173.05(h)
Y] o] 0] o AR 608.01(p)
Means (See also Means) .......cccvereeieeicieieneneiene 2181
MISSING +.vvviieiirieee e 601.01(e)
Multiple dependent............ccoovvveievevcriereeeene 608.01(n)
MUltIpliCItY ..oovvvecieecce 2173.05(h), 2173.05(n)
Negative limitation ..........ccccceevvviiniiecircieiennn, 2173.05(i)
New matter.........ccoceveererennns 608.04, 706.03(0), 2163.06
Reissue application ..........cccccovevvnincinennn, 1411.02
Nonelected invention...........cccccevvvvveseeennnenn, 706.03(m)
............................................ 821.01, 821.02, 821.04(a)
Nonelected invention, Added............cccceierrnnanne 821.03
NONSLALULOTY ....ooveeieeieie e 706.03(a)
................................................................ 2105 to 2107
Nonstatutory, Cancellation ............ccccceverenene 1302.04(b)
NUMDBEIING ...vvcecieecce e 608.01(j)
Objection contrasted with rejection ...................... 706.01
Official Gazette (0.G.)..ccvvirvieniiriieieeieiie 1302.09
Omnibus claim ... 2173.05(r)
Ordinary and customary meaning............. 2106, 2111.01
Original ..o 608.01(1)
Patentably diStinct............ccocoooeioiiiiiiiice 706.03(k)
Plain meaning of claim term............c.cccooeneenen. 2111.01
Plant application ..........cccccocvvvvivivececiieieens 1605, 1610
PlUral.....coeeie e 706.03(k)
Priority (See also Foreign application) .... 201.13, 201.14
Product, Functional.............ccocovoviininiciencceee, 2114
Product by process........c.ccoceevvericnennns 2113, 2173.05(p)
Prolix (See also Indefinite claim) .................. 2173.05(m)
RANGES ... 2131.03, 2145.05
Reference numerals included....... 608.01(m), 2173.05(s)

Reissue application

Sec. No.
NUMDBEFING oo 1453, 1455
Original claim subject to reexamination ............... 1440
Printed in Official Gazette..........ccccooceviiiiiiennnne 1455
Same invention as original patent .................. 1412.01
Underlining and bracketing..........c.c.ccoevue. 1453, 1455
REJECLION ..o 706, 2121 to 2186
Relative terminology ..........ccocevvienervieniennen, 2173.05(b)
Renumbering at isSue ..........c.ccccveneee. 608.01(j), 1302.01
Renumbering dependent.................... 608.01(n), 1302.01
Single Means ..., 2164.08(a), 2181
Single SENtENCE.......ovvvevreiceee e 608.01(m)
Species, how recognized.................. 806.04(e), 806.04(f)
Species (plural) added ...........ccocooviriniinenn, 818.02(b)
Statutory requirement...........cccooevvereiicnnenne. 608.01(k)
Subgenus (Markush type).........ccccocvvvvvienenn 2173.05(h)
Subject matter eligibility .........c.ccccoveveriienenn, 706.03(a)
Suggested for interference............ 2304.03 to 2304.04(b)
Failure to make ........ccocoeiiineiiinceee 706.03(u)
Time limMit......oooii 710.02(c)
Summary of invention, consistent................... 608.01(d)
Terminology basis in description ..................... 608.01(0)
..................................................... 2173.01, 2173.05(a)
UNSUPPOIEd .......cevviviieinieieisieeecreens 2163.01, 2173.03
USE ClaiMS ..ot 2173.05(q)
Vague (See also Indefinite claim) ..706.03, 2171 to 2173
Varying SCOPE......ccueruererierieneesieeeeie e sie e aneas 608.01(m)
“Whereby” clauses iN........c.ccoeereneenen. 2106, 2111.04
“Wherein” clauses in.........ccccoveereneenen. 2106, 2111.04
With motion granted in part ...........ccoceeveinennennn. 714.20
Withdrawal of appealed claim.............. 1214.05, 1215.03
Claim presented corresponding to claim of patent (See also
Interference).......cccovvvervcnenccnnnn, 710.04(a), 2304.4(a)
Appeal of reJection ..., 1205, 1210
Disclaimer rejection ..........ccocevveevennienennennen, 706.03(u)
Late amendment.........ocoovvvveenneieenee e 714.19
Not a reply to Office action..........cccccevevenennnne 711.02(b)
Patent in different Technology Center ........... 2304.01(b)
Period for reply .......cccovvvinennnenn 710.02(c), 710.04(a)
Prosecution CloSed...........coevrrreenincecnneennne 714.19
] 1101 o o 2303
TC Director’s attention .........c.ccccoveveieneneienecnnen, 1003
Rejection, Failure to reply t0.........cccoeveinennne 706.03(u)
SPECIAL ..ot 708.01
TC Director’s attention required ...........cccceeevvevinanns 1003
Time limit for reply ..o 710.02(c)
Claiming same invention.................. 706.02(f)(2), 706.02(k)
...................................... 706.02(1) to 706.02(1)(3), 715
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MANUAL OF PATENT EXAMINING PROCEDURE
Class, scope--Commaodity Control List (CCL)

Sec. No.
Class, SCOPE .....evverrrririrrerieieie e ste e sre e e 903.02(b)
Class, tranSTer........ocveicii i 903.05
Class definitioNS.........coccviiiiceie e 902.02

Classification (See also Patent classification) ....Chapter 900
Application (See Classification of application)

BaSIS. . ettt 903.02
BUIIELIN .o 902.04
DEfiNItioNS ...ocovevieice e 902.02, 902.02(a)
DESION ..t 903.09(a), 1503.01
Examiner (See Classification examiner)
FOreign patents.......ccovevevereresesnse e 903.03
Index to U.S. Patent Classification ................... 902.01(a)
Classification, International..............cccccoeirnins 903.09
INAICES....i i 902.03
INfOrmation ........ccccvevvvvveevecc e 902.03(a)
Insight on USPTO Local Area Network........... 902.03(c)
INternational...........cooeeiveiiinesces e 903.09
Issue classification form/sheet/slip ......903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
Locarno International............cccccovveverecrereninnnn, 903.09(a)
MaNdatory .......cccoveiieiiiese e 903.07
Manual .........cooveiieie e 902.01
Patent classification Home Page on the Internet
...................................................................... 902.03(a)
Nonpatent literature ........ccocovevviveieererere e 901.06
Numerical INdeX......ccccccvvvvvieireieiicie e, 902.03(c)
OFAEIS .t 902.04
Patent, Change of ..., 903.05
Patent Classification Home Page on the USPTO Intranet
...................................................................... 902.03(b)
PrINCIPIES ..ot 903.02
REVISION ..o 903.02(a), 903.02(b)
Rules governing applications.............cccceevvenen. 903.08(e)
Statutory authority .........coccoveiiinciieeees 903.01
SUBCIASS IStS...c.viviieeiereeceee e 902.03(c)
Classification examiner
Decision on classification............. 903.08(d) to 903.08(e)
Patentability report...........ccovvviiniiiniinenn 705.01(a)
Classification of application...........c.cccceevrvrnnnen. Chapter 900
Allowed application..........ccccceevrnnens 903.07 to 903.07(b)
.............................................................. 1004, 1302.10
Amendment affecting .........cccoceveeiiiiicienenn. 903.08(c)
Borderline ... 903.08(a)
By appliCant..........ccocvviviieiecee e 601
Cross-referenCing.......cocooveeveieieneieneneie e 903.07(a)
Disputed.......ccovevrieneieieeereee, 903.08(a), 903.08(d)
File wrapper data ..........c.coovenviininiinecenee, 719.03
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Sec. No.
Improperly classified..........cccoevrvvnivcicicncnnn, 903.08(a)

In another Technology Center at allowance
............................................ 903.07(b), 903.08(a)

New application, by Office of Initial Patent
Examination...........cc.ccooveee. 903.08(a), 903.08(e)
New application, by SPE..............cccoviviiveiennns 903.08(b)
Post Classifier ........ccocvvvveneivienceies 903.08(e), 903.10
Preliminary .........coocovineiececee s 601
RUIES QOVEINING ..oeviiieiiiiccceec e 903.08(e)
Transfer to another Technology Center............ 903.08(a)
..................................................................... 903.08(d)
Classifier, POSt.......cccoviieiiieneiiiereennn 903.08(e), 903.10
Clean copy of specification .................... 608.01(q), 1302.02
Clearance for new law interpretation...........c.cccceceveenne. 1208
Closed prosecution except for formal matters........ 707.07(j)
................................................ 710.02(b), 714.14
Prosecution not closed...........ccccocvveiienieeriennnn, 707.07(j)
Closing of Patent and Trademark Office ............ 201.13,510

Code of Federal Regulations (CFR) (See Rules, Patent
(Code of Federal Regulations))

Coinventor, Power of attorney...........ccceeevevincnennns 402.01
Collateral estoppel (See also Estoppel) .........cc...c...... 2012.01
Ex parte reexamination ............coccovereieneneenenennnn, 2259
Inter partes reexamination ...........cccoceeveveveneiinnenn 2659
Combination and aggregation............ 2173.05(j), 2173.05(k)
Combination and subcombination......................... 806.05(a)
............................................ 806.05(c), 903.02(b)
Comments on tests or examples .........c.cccvereennen 707.07(1)
Commercial activity as on sale (See also On sale)
........................ 706.02(c), 2133.03 to 2133.03(e)
Commercial exploitation as on sale
(See also On sale) ......ccccevvevinennas 706.02(c), 2133.03(e)(1)

Commercial success of invention, affidavit alleging (See
also Affidavits, traversing rejections (37 CFR 1.132))
........................................................... 716.03, 1504.03
Commissioner for Patents
(See also Director of the USPTO; Office of the

Commissioner for Patents).................. 409.03, 708.01
................................................ 720.01, 720.02, 720.03
Duty of Disclosure to ........cccceevevevievennsesensiens 2001.03
Mailing address ........coeveirriniie e 501
Statutory Dasis ... 1001

Commissioner initiated reexamination (See Director
initiated Reexamination)
Commissioner for Trademarks
Petitions decided by ........ccccceeveveiiieiicecienn, 1002.02(i)
Commodity Control List (CCL) .....cccevvniniiirieierien 120



INDEX

Common applicants--Continuation

Sec. No.

715.01(a), 706.02(f)(2), 706.02(k)
706.02(1) to 706.02(1)(3), 709.01, 2137
Common knowledge, use in rejections..................... 2144.03
Common ownership ......706.02(k), 706.02(1) to 706.02(1)(3)
Conflicting claims.........cccccovevererennnn 303, 706.02(f)(2)
706.03(k), 709.01, 804, 822, 2304.05
Evidence required for establishing................ 706.02(1)(2)
Common representative for international application
402.09, 1807
Communication with suspended or excluded attorney or

Communications, official mailing address for
Communication via Internet...........cccocevevvvrivnveennnn.
Companion case, retention label 1302.07
Comparative tests (See also Affidavits, traversing rejections

(37 CFR 1.132)) .o 716.02(b)
Complete application ........ 201.03, 506, 601.01 to 601.01(g)
Complete British specification...........c.ccoccoevvverennnns 201.15
“Comprising” as transitional phrase..........c...cc.c...... 2111.03
“Comprising” in Markush claim ............cccccoeein. 2173.05(h)
Compact disc submissions ................ 608.05, 2421.04, 2425

AmMendments t0......cccoverieiniee e 608.05, 2426
Computer programs .........cceceveeereneenens 608.05(a), 2425
REQUITEMENTS ..o 608.05
Sequence LiStingS ......ovovveveeveiene e 1823.02
................................................ 2420, 2422.03, 2424.01
Tables.....ccooiiiiniiiie, 608.05(b), 1823.02, 2424.01
Computer generated iCONS........oevvvereererneenienns 1504.01(a)
Computer programs or software
Adequate diSClOSUIe........coccvreirirrirceeseens 2106.02
Affidavit practice ........ccooe i 2106.02
BeSt MOUE ..o 2106.01
Deposit of liStingsS ........ccccvevvviierinennns 608.05, 608.05(a)
Enablement ..o 2106.01
Patentable subject matter ............ccccoeveveviiciennenne, 2106
Printed in PG-PUb ........ccocoiiiiiieee, 1121
Undue experimentation.........c.ccocoeeveeereneienenene 2106.02
Written description ........ccoceveveveneve s 2106.01
Concealment.......cccoevvveieeieereie e 608.01(h), 2138.03
Conception .......cceervrieeenenn 715.07, 2138, 2138.01, 2138.04
Concordance, International and United States classification
.................................................................. 903.09
Concurrent Office proceedings ........ccocvevvevverererierennens 2282
Conduct of ex parte reexamination proceedings ........... 2254
Conduct of inter partes reexamination proceedings...... 2654
Confidential citation of prior art...........cc.ccceveneen. 2202, 2203

1-19

Sec. No.
Confidential material ..........ccccoovvevrrrinnne. 121, 724 to 724.05
Confidential material submission ....................... 121, 724.02
Confidential party of interest...........cc.ccoeeereenen. 2202, 2203
Confidential status of application............... 101, 706.02(f)(2)
Same applicant ................... 706.02, 706.02(c), 706.03(k)
............................................. 709.01, 804, 822, 822.01
RUIE 1.53(d)...ccveiveieiiiieieieiee e 201.06(d)
Confidentiality, pending applications................ Chapter 100
Confidentiality of international applications ................... 110
Confirmation NUMDEN ........cccveveieii e 503
Conflicting applications, same assignee.........c..ccccevvenrene. 303
................................... 706.02(f)(2), 706.02(k), 709.01
................................................ 715.01(b), 804.03, 822
Conflicting oaths or declarations............c.ccoeveevvivinennn. 201.03
Congress, Inquiry on status of application by member of
............................................................. 203.08(a)
Conservator, Authority recorded ..........cccooeveniiennne 409.02
Conservator, Legally incapacitated inventor .............. 409.02
“Consisting essentially of” as transitional phrase.....2111.03
“Consisting of” as transitional phrase.........c..c.......... 2111.03
“Consisting of” in Markush claim ....................... 2173.05(h)
Constitutional basis for patents............cc.cceeee. Introduction
Constructive election (See also Election of species)
.................................................... 818.02(a), 818.02(c)
Constructive notice to patent owner of request for
reexamination ...........ccoccveeverenieieenennens 2230, 2630, 2654
Constructive reduction to practice..........c.ccevvvvrvevrenn. 715.07
Consular certificate..........cocovvevererienieieee e 604.04
Consular certificate, Foreign executor or administrator
.................................................... 409.01(b), 409.01(d)
Consular certificate, Omission of ...........c.ccceeeee. 604.04(a)
Consular OffiCer ......cveieiiece e 604.04
Content of ex parte reexamination request.................... 2214
Content of inter partes reexamination request............... 2614
Continuation .........ccccceeevvereenn. 201.06(c), 201.07, 601.01(a)
Assignment carried from parent................... 201.12, 306
Continued prosecution application (CPA)........ 201.06(d)
COPENAENCY ...ttt 201.11
Cross-reference to prior application...................... 201.11
DEfiNition ...c.cvveieiie e 201.07
D -] o | o S 1504.20
Effective filing date.........ccoooveiiiiiiiie, 201.11
File wrapper continuing (FWC) .......c.ccoceevveneee 201.06(b)
File wrapper/history notation ...........ccccceevvvvvnnnnnn, 202.02
Final rejection on first action............cc.ccccveeeen. 706.07(b)
Identification on letter of transmittal................cc..c..... 506
Inspection of parent............ccocovievnenenisieee e, 103
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Continuation-in-part--Copending U.S. application

Sec. No. Sec. No.

Inter partes reexamination of...........ccccccccevivvennnnnn 2611 When patented, opens parent application to public
International application ..........c..cccoceveieieniennnn, 1817.02 INSPECLION.....eviiviieice e 103
International application as parent.......... 201.11(a), 1895 Continued Prosecution Application (CPA)......... 201, 201.06
Inventor, at least one in common.............ccccceeeee 20011 201.06(d)
NEW MAtter.......cccvvvviiiiiierese e 201.07, 608.04(b) Amendments before first Office action ............ 714.01(e)
Oath cevcecece e 602.05(a) Application NUMDBEr........ccoeiiviiiiee e, 503
OWNEISNIP oottt 201.12 Assignee right to take action ...........cccoceveivviereiesennns 324
Parent application data in specification ................ 201.11 Certificate of mailing or transmission ............c.cc.e..... 512
Parent application data noted in file history/wrapper Complete non-provisional application .................. 601.01

........................................................... 202.02, 1302.04 RSP OTRTTRRRRRIN 1 0 s M0 X [ )|
Reference to parent application ...........cccccevvevnenen. 201.11 Continuation-in-part not permitted..............c.c....... 201.08
Reference to parent application inadvertently omitted Continuity with parent..........ccccccocvrvineiiiencinenn 201.11

........................................................................ 1302.04 Correspondence...........ccccveeveererseneennennn.. 502, 502.01
REISSUE ...t 1414, 1441, 1451 Cross reference to previous application ................ 202.02
RESIIICION....cvveeececcc e 819 Design application..........c.cccevvvrvnnnee, 201.06(d), 1502.01
Rule 1.53(0) .vvoviveieee e 201.06(c) Eliminated for utility and plant applications .... 201.06(d)
RUIE 1.53(d) cvvovveeveieiieiiiieenee e 201.06(d) Express abandonment of prior application............ 711.01
Rule 1.60 application, Former ............cccccoeeee. 201.06(8) e 711.02(b)
Rule 1.62 application, FOrmer ...........cc.ccccoenen. 201.06(b) Fees
Terminal disclaimer, effectin........ccccocveevviviivinenene, 1490 As of the filing date..........cccccevvveiieiennnnnn, 2164.05(a)
Time for filing......cccccvvviiiiiee 201.11 Reissue application ..........ccccoovvvvvinineisieneesens 1415
When patented, opens parent application to public FOreign Priority .....ccocoeveeierieeneiee e 201.14

INSPECTION ..o 103 Improper CPA treated as RCE ......... 201.6(d), 706.07(h)
Written description requirement ..........c.ccccoevnnne 201.11 Information disclosure statement in parent .......... 609.02,

Continuation-in-part.........cc.ccoevevvevveiernennn 201.08, 601.01(a) 707.05

Assignment from parent does not apply ........c....e..... 306 Inter partes reexamination of ............cccccoovieiiiinnene 2611
COPENABNCY ...ttt e 201.11 Patent term ........cocooviviiiie 1303, 2701
Cross reference to parent application.................... 201.11 Plant application, no longer available .............. 201.06(d)
DefiNitioN......ccooeiiic e 201.08 PHIOIILY oo 1302.04
Design application ..........ccocvevveiviveeiercneieseses 1504.20 Published as PG-PUb ...........cccocoveveveic i 1120
Effective date........c.ooeerreennn. 201.11, 706.02, 2133.01 REISSUL ...t 1430
File wrapper continuing procedure.................... 201.06(b) Restriction requirement in prior application............... 819
File wrapper/history notation.............c.cceeeereenen. 202.02 Suspension of aCtion............ccecvervniensineneeee 709
Filed by @sSignee.........cccovvveneininece e 324 Terminal disclaimer, effect in ..o, 1490
Identification on letter of transmittal ........................ 506 Utility application, no longer available............. 201.06(d)
Inspection of parent ...........cccoceevceneninienencce e 103 Continuing application ................. 201.11, 1302.12, 1302.04
Inter partes reexamination of ............c.ccoceeveinennnn, 2611 SPeCifiC reference.......coovvveniiciiccsee 201.11
International application ...........cccocevvirenennne, 1817.02 Continuing data (See also Cross-noting) .................... 202.02
International application as parent.................... 201.11(a) Continuity between applications............c.ccocvevvivinnnns 201.11
Inventor, at least one in common.............ccccceeee. 201.11 Control of inspection by assignee.........cccevvvveververeennenn, 106
OWNEISNIP et 306 Convention, International (See also Treaties)............. 201.13
Reference to parent application ............c.cccceeevenne 201.11 Converting nonprovisional and provisional applications
Rejection over published priority document....... 2133.01 201.04(b), 601.01(c)
Rule 1.53(0) ..vooveveieee e 201.06(c) COPENABNCY «.vvevvevesieeeeereeeee e ste et se e seens 201.11
Rule 1.62, FOrMEr .....ccooviiiiiieec e 201.06(b)
Time for filing......cccoovveiiiiri 201.11
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Copending U.S. application--Court of Appeals for the Federal Circuit (CAFC)

Sec. No.
Copending U.S. application

Common ownership.........c........ 706.02(k), 706.02(1)(2)
Design application ..........ccoceveeeiiiciencncienee 1504.20
Different inventive entities .............ccccoeenee. 706.02(f)(2)
................................................ 706.02(k), 706.02(1)(3)

Duty of diSClOSUIe iN......cccevverervvrrrre e 2001.06(b)
Terminal disclaimer practiCe..........cccovevvevvevieiciennns 1490

Copied patent claim (See Claim presented corresponding to
claim of patent)

COPIEI COPIES....eveeeiiiteiieieste ettt 714.07
Copies of prior art with reexamination request
EX PArte. e 2218
INEEE PAITES....ccvieiieiee e 2618
Copies of published applications.............ccoceoeveneiinennas 1128
Copy of foreign application, certified ...........cccccvenene 201.14
Copy of printed patent in reexamination
EX PArte. i 2219
INEEE PAITES. ..o 2619
Copying ex parte reexamination file by public............. 2232
Copying inter partes reexamination file by public........ 2632
COPYHIGNES ..eeciiciecc e 608.01(v)
Relationship to design patents ........c..ccccceveveiennenn. 1512
Correction of drawing ........c.ccoceeeevenennne 608.02(p), 1302.05
Annotated SNEetS.........ccovvvvercineiseenc e 608.02(v)
Approval by examiner ..........ccooovvvveivevierenenn 608.02(x)
Corrected stamp no longer required.................. 608.02(0)
Deferrable ..., 608.02(b), 608.02(p)
Marked-Up COPY .....orervererinieiee e 608.02(v)
NEW MALET.....eiieiieiiesieeieee e e 608.04
NN 018 To] o] (0)Y/-To [ 608.02(x)
OFder fOr .....coveiecice e 608.02(x)
Replacement sheets..........cccccocevenennne 1302.05, 1303.01
Required by drafting ..........ccoceeviiiiiinicieen, 707.07(c)
Correction of inventorship
Application ........ccccveveeveveienice e, 201.03, 605.04(qg)
Consent of asSIgNEE ........ccvevvevveveiere e 201.03
Continuing application..........cccocovenenieicneninenne. 201.03
During ex parte reexamination ..........c.ccccoceeveunn. 2250.02
During inter partes reexamination............ 2658, 2666.03
In a patent
By a certificate of correction................. 1412.04, 1481
By filing a reissue application............... 1402, 1412.04
MISJOINAET ... 1412.04
PTO Procedure.......cccoviveveveeierienesesesesee e 605.04(g)
Correction of name.................. 201.03, 605.04(b), 605.04(c)
Correction of patent..........ccccovvrviiereienenieennen, Chapter 1400
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Sec. No.

By reexamination (See Reexamination, Ex parte;
Reexamination, Inter partes)

By reissue (See also Reissue application) ...1401 to 1470

Certificate of correction 1480 to 1485

Statutory disclaimer (See also Disclaimer; Terminal

dISCIAIMEN) ..o 1490
Correction of PG-PUb. ........ccccocvvireiiiiciseec e 1130
Correction of reference citation................. 707.05(g), 710.06
Correspondence (See also Mail stop)

Address of PTO......oooiiiicceece e 501, 502
Address in secrecy order applications.............c.cc....... 120
Address of patent OWNEr...........ccooeveiiienieicieie e 2622
Address, official mailing...........c.ccooevnieneineniine 501
Address of a law firm ..o, 403
ASSOCIAte AttOINEY ...vvcvveeveeerie et 403.01
Boxes (See Mail stop)
Continuing application ..........cccceceveiencnencnn. 201.06(c)
Crossing in Mail ..o 714.05
Duplicate filings.......c.ccovvvvvennne 403, 502.04, 714.01(a)
Electronic mail ....... 502.03, 713, 713.01, 713.04, 713.05
Facsimile transSmisSioN .........cocevvvrerereseneeieneneas 502.01
Identifying with issue batch number (no longer required)
........................................................................ 1303.01
Maintenance fee ........ccoveerinere e 2542
Plural attorneys.........cocevvevvvesiesneiesieee e 403.02
POSt AHOWEANCE. ......ccovvririierieiieiee e 502, 1306
Published application ...........ccccoveiiiinene e 1134
Receipt and handling...........cccocooeieiinnnnnne Chapter 500
Reexamination, ex parte.........ccceverenerenenivsesnene 2224
Reexamination, inter partes.........ccccceevveevivrvsvennne. 2624
Signature requIremMents.........ccocveevevveveresieseseseenns 502.02
Third party, application published.............cccceee. 1134
With whom held.......cccoieiiii e, 403
Counter-terrorism inventions, special status............... 708.02
CouNtiNg ACHIONS .....cvieeeeeeeeie e 1705
Countries for foreign priority.........cccccevvvvvevevciiniiennnns 201.13
COUNLIY COUBS ....veviviriieieeiie et 1851
COUPONS....couiiiiriiercre e Introduction
Court decision
Certificate Of......ccovriiiice 1216.01
CiItation Of ..o 707.06
Dissemination Of ..........cooeiiiiii i, 1720
Entry in patent file.......cccooviiniie 2207
Treatment Of ..o 1721
Unpublished deciSions...........cccoevviieneienenieieneenen, 2677
Court of Appeals for the Federal Circuit (CAFC)
..................... 711.02(b), 1002.02(k)(1), 1002.02(k)(3)
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Court ordered inter partes reexamination--Decision

Sec. No.
................................................ 1214.06, 1216, 1216.01
Appeal to, from an ex parte reexamination.............. 2279
Appeal to, in an inter partes reexamination
................................................................... 2682, 2683
Court ordered inter partes reexamination ................ 2686.04
Court papers, service on DIrecCtor........c..ccevveverererennnns 1216
Cover sheet — provisional application................... 201.04(b)
CREATE Act (See Joint Research Agreement)
Credit Card Payment Form PTO-2038 reproduced......... 509

Criteria for deciding ex parte reexamination request.... 2242
Criteria for deciding inter partes reexamination request

.................................................................................... 2642
Cross appeal to the Board of Patent Appeals in inter partes

FEEXAMINALION ... 2674
Cross appeal to the Federal Circuit in inter partes

FEEXaMINALION .....cvvireeirreeere e 2683
Cross-noting

Data of parent application on file wrapper/history
........................................................... 202.02, 1302.09

Data of provisional application in specification.. 1302.04
Data of provisional application on file wrapper/history

.......................................................................... 202.02
Data of related application in specification........... 201.11
........................................................................ 1302.04
Foreign application cited in an application oath
............................................................. 201.14, 202.04
Foreign application, file wrapper/history.............. 202.03
In original patent file of reissue application.......... 202.05
Reissue applications...........c.ccoevvenenncniennn 1451, 1455
Specific reference ......ccovvvvvvvcvvivccvceee e 201.11
Cross-reference
Another application (See also Cross-noting) ...608.01(p),
................................................................... 1302.04
Art COlleCtion .........ccoeeviiiiici e 903.02(c)
At allowance ..o, 903.07, 1302.04
CItING oo 707.05(e)
Noted during examination ............cccoceeerernennn. 903.07(a)
Required for all claimed disclosure .................. 903.07(a)
Crossed MailiNgS .....ccccvvvveieeieeieie e 714.05
Customary meaning of claim term................. 2106, 2111.01
Customer Numbers............. 402, 403, 711.04(c), 2515, 2540
Change of address.........coeevireieiineiiceseees 601.03
Correspondence relating to .........c.ccovereiinrincninn, 403
Customer Service Center................... 104, 508.04, 608.02(z)
..................................... 714.13, 1430, 1470, 1730
Customer Window .... 103, 501, 502, 505, 710.02(e), 714.13
................................................... 1430, 1470, 2422.09
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Sec. No.
D
D-10 NOLICE c.vvveieecieiee e 130, 1304.01
D-11 NOLICE c.evvevieieecie et 1103
Damage, Proof of irreparable ..........c.cccocevvrennnnnn. 409.03(g)
Databases (See Electronic databases)
Date
AmeNdmENt........cocveviiiceece e 505, 511, 512
............................................ 710.01(a), 710.05, 714.18
Citation of foreign patent ................ 901.05(a), 901.05(b)
CONVENLION ..o 201.13
Filing .o 201.11, 502, 503, 505, 506
...................................................... 506.02, 1002.02(b)
Filing, Refusal to accord ........c.cccccvevvvriennne. 506.02, 2133
Foreign application (priority)...... 201.13, 201.14, 201.15
INVENTION ..ot 2137, 2138
Maintenance fees due.........ccocuevereieiencic s 2506
OFfice aCtiON....ccvvviieieee e 707.11
Office stamp......cccoevevevererenen, 502, 505, 506, 714.18
Reference.......ccocoeveveivenennn, 706.02, 707.05(e), 707.05(f)
................................................. 715, 715.01, 715.01(c)
Technology Center Stamp........ccccceererenenerienennens 714.18
Date no longer entered on drawing..........cc.ccceeuenee 608.02(0)
Date of execution of 0ath...........ccccoovvniiiincicines 602.05
Date stamp, Technology Center .........c.cccecevererrennn. 714.18
Death of attorney ........cooceveiieiiieee e 406
Death of inventor (See also Administrator or executor)
........................................................... 409 to 409.01(f)
Deceased inventor
Allowance not withdrawn ...........cccccoceevernnnnnnn 1303.03
Legal representative as applicant ............ 409.01(a), 1820
Proof of authority of ..o 409.01(b)
Legal representative refuses to sign ............... 409.03(c)
Deceptive intent (See also Fraud; Inequitable conduct)
Biotechnology process .........ccoeevverivieneicsiennnns 706.02(n)
Foreign filing licenses.........ccocoovvviiinenns 140, 706.03(s)
INVENTOISAIP.....oeiiiie e 201.03
REISSUE ...t 1402, 1414, 2012
Decision
By Board of Patent Appeals and Interferences......... 1213
........................................................................ 1302.14
Dissemination of .........ccccoveveii i 1720
Ex parte reexamination ............ccoceeevvviveieereeinnnens 2277
Inter partes reexamination .............cc.cee.e.. 2681, 2682
Reconsideration of ..........ccccoevviinniiienninnn, 1214.03
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Declaration--Deposit rules

Sec. No.

Treatment Of ..o 1721
CHALION oo 707.06
Ex parte reexamination rehearing request ............... 2240
Governs examiner’s action ...........ccocceeeveenene Introduction
LiSted ... Appendix Il
Ordering ex parte reexamination .............c.ccoceeveene. 2246

Ordering inter partes reexamination (See
Reexamination, Inter partes: Decision on the request
for reexamination)

Public availability ...........ccoceoiiininie s 103
Publication of ........c.coeviiiiiiii s 707.06
Declaration (See also Oath)..........ccccooveviiiieviiiieies 602
After appeal ... 1211.02
AMENAMENT......ciiiiiieiceeeee e 602.01
Attached to specification .........cc.ccocevveviererennn. 605.04(a)
Change of inventorship........ccoccoevevveievcnc s, 201.03
Copies, filing of .....ccooviii 602
Copies from prior application ..............ccccceeeee 201.06(c)
Date 0f eXECULION .......covevviriieeceeeeeee e 602.05
DEfECIVE. ..o 602.03
Delayed filing ......cccooveviiiieirccce e 506
Executed before alterations made..................... 605.04(a)
Facsimile transmission...........cccccooveievieiennne 502.01, 602
Foreign priority applications listed ...................... 201.14
......................................................... 201.14(c), 202.04
International application......... 1820, 1893.01, 1893.01(a)
....................................... 1893.01(a)(1), 1893.01(a)(2)
............................................ 1893.01(a)(3), 1893.01(e)
................................................ 1893.03(a), 1893.03(h)
................................................ 1893.03(g), 1895, 1896
Inventor refuses to sign or cannot be found............... 603
MINOK, DY .o 409
NON-ENGIISh ....ccooiiiiii e 602.06
Plant patent application...........ccoccoevvinennienensene, 1604
Refers to preliminary amendment............. 601.01(a), 602
Reissue application .........cccccceeeveveevnnnenn, 706.03(x), 1414
.................................................... 1414.01, 1444, 1455
Signed before alteration...........cccoceveevnennnnen. 605.04(a)
SUDBSHILULE ..o 602.02
Declarations, conflicting ...........ccccvevvivevenieercrescnen 201.03
Declassified Matter..........cccccovevieveninniececieeieieiens 707.05(f)
Dedication to the public ..........c.ccooeioiiiiiiiicne, 715, 1490
Defective 0ath ........cccvvov i 602.03
In reissue application .........ccccceveveieeicieccre e 1414
Defects, correction of, in request for ex parte reexamination
............................................................................. 2231

Defects, correction of in request for inter partes
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Sec. No.
FEEXaMINALION .......cvvviiiirieici s 2231
Defense, applications affecting................ 115, 120, 130, 140
Defensive publication citation ............c.cccveriens 711.06(a)
Defensive publication program...........c.ccoceevereiinenns 711.06
Deferral of examination..........ccccceeeveveievenieicn s 709
Definition of Class.........ccocvvvviviiiiiiiis e 902.02
Delegation of Director’s authority.........c.ccccccvrenennen. 1001.01
.............................................................. 1002, 1002.02
Demonstration at iNterview...........ccoovevereneneneseenennn 713.08
Denial of request for reexamination ............... 2247, 2247.01
.............................................................. 2647, 2647.01
Department of Energy (DOE)..........ccccovervvivreienennns 115, 140
..................................................... 150, 151, 706.03(b)
Department of Commerce, Organization Orders
30-3A CItEU....eceieectiee e 510
30-3B CIted ..o 510
Dependent Claim ..........ccccocereiiieiciiieicsese s 608.01(n)
Objected to when base claim is canceled ......... 608.01(n)
...................................................................... 707.07(j)
REISSUE ....veieiicie et 1455
Treatment in inter partes reexamination ............. 2660.03
Dependent claim, objected to when improper ....... 608.01(n)
.................................................................. 706.01
DepOoSit ACCOUNT .....ecviieiiiriieierieeee e 509.01
AUthOriZationsS........ccceevvervinerccieens 509.01, 1302.04
Extensions of time ..o 706.07(f)
International applications................ 1847, 1850, 1875.01
ISSUE TEE...cvviieiece e 1303, 1306, 1308.01
Maintenance fee .......coocvvvvveceeicviccieens 2510, 2515, 2522
OVEIAraWN ..ot s 509.01
Petition T8 ..o 711.03(c)
REfUNAS ... 509, 607.02
Replenishment..........cocooiiiiiiinniiceeee 509.01
Mailing address.........coeoveriineiiinee e 501
Deposit Account DiViSION.......cccvevververererene e 509.01
Deposit of microorganisms (See also Biotechnology)
.................................. 1605, 1823.01, 2402 to 2411.05
Deposit of correspondence .........ccccueveererneneieneneenne, 502
Depositions
EVIDENCE. ..o 1901.02, 2013
OF XAMINET i 1701.01
Deposit rules (See also Biotechnology)........... Chapter 2400
Acceptable depoSItory .........ccoeevvvreiineneirerscenns 2405
Background information ..........ccccccecevvviviieninsninenns 2401
Biological material, definition............c.ccccoeveiennenn. 2403
Biological material, made or isolated without undue
eXPerimentation ...........coceveeeeeienene e 2404.02
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Deputy Director of Patents and Trademarks--Design application

Sec. No.
Budapest Treaty (See also Treaties).........ccocvvevrerrnnne 2402
Budapest Treaty depositories.........cccccevveveveneiennens 2405
Depositories, Current list of Budapest Treaty.......... 2405
Effective date.......ccocooeveiiiiiiiccec 2401, 2402
Examination procedures ..........ccooevvereninenerenennnne 2411
AFLEr grant .....ooveeeveeece e 2411.04
Application in condition for allowance except for
AEPOSIt..c.vieiieiiiiiiee e 2411.03
Certificate of correction..........c.ccecvvreiienennn 2411.04
Content of application regarding deposited material
................................................................ 2411.05
Need for 37 CFR 1.312 amendment................ 2411.03
REISSUB. ....eiiieicie e 2411.04
Rejections based on deposit issue.................... 2411.01
Responses from applicant..........c..ccooveeveivenennn, 2411.02
Furnishing of samples.......ccoovvvvivviiicicscnc e, 2410
ACCESS t0 AEPOSITS.....veveivirieie e 2410.01
Certification of accessibility of deposit ........... 2410.02
Conditions of deposit..........ccccrvervireneicrenns 2410.01
Exception to removal of restrictions................ 2410.01
Restrictions removed upon grant..................... 2410.01
Known and readily available biological material
........................................................................ 2404.01
Budapest Treaty deposit .........cccoevvrereirenne, 2404.01
Continuity of aCCESS......covvvvvreriirresrrecr e 2404.01
Deposits certified as available ............ccccco...... 2404.01
Health, safety restrictions ...........cccccoeeerenenne. 2404.01
Indicia of “known and readily available” ........ 2404.01
Material capable of self-replication .................... 2403.01
Direct self-replication ..........c..ccccevevenierernnnn, 2403.01
Indirect self-replication...........c.ccocevvvcereivrennn. 2403.01
Need for a deposit..........ccoovverviinieicieiee, 2402, 2404
Plant material .........ccccoooveievereiine e, 2403.02
Plant Patent Act, Relation t0.........c.cccoeeveiniennne 2403.02
Reference to deposit in application........... 2404, 2404.03
Implication, presumption...........c.ccccee... 2404, 2404.03
Requirements of 35 U.S.C. 112............. 2164.06, 2404
................................................................ 2404.03
Replacement or supplement of deposit................... 2407
After a patent has iSSUEd ...........cccveverveiicriennne 2407.02
Exemption from replacement .............ccccocenenne. 2407.05
Failure to replace ..o, 2407.03
In a pending application/reexamination proceeding
................................................................ 2407.01
Reason for replacement ...........ccocoovvvvevrennnn, 2407.04
Replacement not recognized...........ccccoeervennnnns 2407.06

Treatment of replacement, presumption of identity
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Sec. No.
................................................................ 2407.04
SEEAS ..ttt 2403.02
Term of depOoSit .......cccovveriiiice e 2408
Budapest Treaty term........cccoevvviiincinenecnenns 2408
Enforceable life of patent.........c.ccocoovreivininnenn 2408
Time for making original deposit.............ccccceevirnenn 2406
Assurance regarding deposit before payment of issue
FEE ot 2406, 2411.03
Corroboration.........ccceecevvveicene e 2406.02
Description in application specification........... 2406.01
During application pendency .........ccccccevvereiennens 2406
Loss of U.S. filing date in other countries........ 2406.03
NEeW Matter.......ccooeiiiiie e 2406.01
Patent Cooperation Treaty applications .1823.01, 2406
Post-issuance depositS.......ccccerereriereneresesennnans 2406
Viability of deposit........cccccvvviievciiiece e, 2409
Viability statement...........ccooooiiiiininne 2409
35 U.S.C. 112 requirements ................. 2402, 2403, 2404
Deputy Director of Patents and Trademarks
......................................................... 1002.02(0), 1203
Derogatory remark regarding prior art.................... 608.01(r)
Description
Basis for claim............. 608.01(0), 706.03(c), 2161, 2163
Computer programming ........ccoceoeeereerereieneneas 2106.01
Detailed ..o 608.01(g)
International application............cccoeeiiiiiinninnnne 1823
Design application ...........cccoevveeneiicnciinennas Chapter 1500
ANAIOgOUS At ..o 1504.02, 1504.03
ANLICIPALION......cveiciiic s 1504.02
Application, elements of ..........cccceeeieiiiieicieieis 1503
Articles, design comprising multiple ............. 1504.01(b)
“Average observer” test .......ccoeviireineneienennns 1504.02
Benelux Designs Convention (See also Treaties)
........................................................... 201.13,1504.10
Characteristic feature..............ccco...... 1503.01, 1504.01(a)
ClaiM i 1503, 1503.01
Combining referenCes ........cccoeevvereeneincneens 1504.03
Commercial SUCCESS .....cvevvererrerrirrrreriereeriereesienens 1504.03
Computer generated iCONS..........ccccvvvevernenenn, 1504.01(a)
Continuation application ........c.cccccceveeveneininnne. 1504.20
Continuation-in-part (CIP) application................ 1504.20
Continued Prosecution Application (CPA) ......... 1502.01
Convention, International....................... 201.13, 1504.10
Copending applications..........c.cccccevenee. 1504.06, 1504.20
Copying, evidence of, to rebut obviousness........ 1504.03
Copyright, Relationship t0 .........cccccooiiiiniiiiiene 1512
DefiNition ....coovee e 1502
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Design patent series--Determination of public use or on sale

Sec. No.

D cod ] o] ([0 SR 1503, 1503.01
Disclaimer..........cccovvenninnn. 1503.01, 1503.02, 1504.04
DiscloSUre ........ccceenvrvveenriens 1503.01, 1503.02, 1504.04
Divisional application............c.ccccceenene. 201.06, 1504.20
Double patenting.........ccoceoeeverneinenncnienn 804, 1504.06
Drawing ......ccccceeveernns 1503, 1503.01, 1503.02, 1504.04
Broken lines.......c.ccccovvvennne. 1503.01, 1503.02, 1504.04
COlOT ettt 1503.02
TrademarksS .......cocooeieieninesecee e 1512
Embodiments, alternate or multiple.................... 1503.01
..................................................... 1504.01(b), 1504.05
Enablement ..........ccocovviiiiiiiiiiinnn, 1503.02, 1504.04
European Community Design treaty................... 1504.10
Examination.........ccccevvevvieenene, 1504, 1504.01, 1504.02
................................................. 1504.03, 1504.04
Expedited Examination....... 502, 1002.02(c)(3), 1504.30
REISSUE. ....vevievicieieiirie s 1457
EXpert teStimony .........ccooeviieiinineceeeeie e 1504.03
Feature emphasized..........cccoovvviiinninencicne 1503.01
Fee, filiNg..ccovoece e 607
REISSUE. ....veievicieieicrie et 1457
FEE, ISSUB....ecviieieie ettt e 1306
FONE, TYPE v 1504.01(a)
Foreign priority.........cc.ceeveenen. 201.13, 1504.02, 1504.10
German application...........ccoceevevveveeicrenennn, 201.14(b)
More than six months before U.S. filing ......... 1504.02
Functionality ........ccoooveoiiiiiii s 1504.01(c)
ObViousness and.........cccoceeerereneneneeeeneeee s 1504.03
Hague Agreement (See also Treaties).... 201.13, 1504.10
Hidden end USE .......coevvevvevevere e 1504.01(c)
Hidden feature ..........cccccevueee. 1504.02, 1504.03, 1504.04
Icon, computer generated.............ccccooeverennnnn 1504.01(a)
Indefiniteness........ccccoceveveene 1503.01, 1503.02, 1504.04
Library collections relating to............ccccccvenene. 901.06(a)
Modification, description.........ccccccevevererernninnn, 1503.01
Multiple embodiments ..........ccocvrviivienviiininnenn 1504.05
Multiple parts of article............ccooeeeeiiiinaene 1504.01(b)
New matter......... 1503.01, 1503.02, 1504.01(a), 1504.04
Object, Design for......c.cccevvvievienireeceee e 1502
ODBVIOUSNESS ...ttt 1504.03
Obviousness-type double patenting .................... 1504.06
Offensive subject matter ..........ccccocevevriinnenn 1504.01(e)
Ornamentality 1acking.........c.ccocvervvninniinnenn 1504.01(c)
Patent Cooperation Treaty ........cc.ccocvvvenine 1501, 1502.01
Patentability ............... 1504.01, 1504.01(a) to 1504.01(e)
........................................... 1504.02, 1504.03, 1504.04
Petition, Special Status ...........c.cc.cccveeene. 708.02, 1504.30
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Petition to accept color drawings
or photographs .......c.cccoevvienericienennn, 608.02, 1503.02
Photographs.........ccccoveviineincncne, 1503.02, 1504.04
Preamble........cooeiiiii s 1503.01
Priority under 35 U.S.C. 119.............. 201.13, 201.14(b)
......................................................... 1504.02, 1504.10
Priority under 35 U.S.C. 120.................. 201.11, 1504.20
References supplied........cccccovvrvriinnenn 707.05(a), 1513
Quayle aCtiON ......cccooeeiicie s 1504
Registration abroad .............cccceeeveernene. 1504.02, 1504.10
Reexamination, inter partes.........cccoceeevevivrvsnarnne. 2611
REISSUE ... 1457, 1512
Request for Continued Examination (RCE)........ 1502.01
Request for Expedited Examination................... 1504.30
RESIFICHION ..o 1504.05
REISSUE ...t 1457
Rules applicable ... 1501
Scope of claim........cccoeeivenciiiicce, 1503.01, 1504.04
......................................................... 1504.05, 1504.06
SEarch....cccovviiriiies e 1504, 1504.02, 1504.03
Secondary considerations............ccoceeeverencnnnne. 1504.03
SIMUIALION ..o 1504.01(d)
SPECITICALION......cviviieiiicec e 1503.01
Use of Copyrights iN.......ccvevviriiiincenn 1512
Use of Trademarks in........cccoocvvvvviniciiincnecnenns 1512
Statutory bar, foreign application.......... 201.13, 1504.02
Statutory subject matter...........cocooevvnennn 1502, 1504.01
Surface ornamentation................ 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03
Surface treatment or indicCia ..........cccoeveiiiennne. 1503.02
Term of v 1457, 1502.01, 1505
TR oo 1503.01, 1504.01(a)
Amendment Of ... 1503.01
Use of Trademarks in........cccoovvvvvinicnninienennenn, 1512
Trademark, relationship t0 .......ccccccoeviiiiiiiiins 1512
TYPE FONES...eieiiiiicec e 1504.01(a)
Utility patent, relationship to .......ccccccecevcvvvinnnnns 1502.01
Visual characteristiCs.........ovvveriiriiiiicic e 1502
Written description lacking ................. 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Design patent series (See also Patent) ..........cc.ccceeee. 901.04
Designated office.......ccccovvvniniiiniiiicnens 1801, 1893.01(a)
Designation fee - PCT ....ccccoeveveneve v, 1817.01(a)
Designation of stateS.........cccceevvevvervennn 1817.01, 1817.01(a)

Detailed description (See Specification)
Determination of public use or on sale....706.02(c), 2133.03
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Digest (See Cross-reference: Art collection)
Dictionary as a source for the ordinary and customary

meaning of a claim term.................... 2111.01, 2173.05(a)
Diligence
Charts for priority ......ccoceoeeeveviineiicreeseeies 2138.01
Filing application.........ccccvvvviviviinniecicicceins 2138.06
FiliNg TEISSUB.....ccvveieieie et 1403
Interference Practice ..........ccocevveveiineiiciienee 2138.01
Of actions during regulatory review ................... 2757.01
Reasonable.......ccccoveieiiiiri e 2138.06
Shown in 37 CFR 1.131 affidavit ........ 715.07, 715.07(a)
To overcome a rejection ........coccvvvvveevevneciennenns 2136.05
Director of Technology Center ..................... 402.06, 708.02
........................................ 714.13, 714.25, 715.08
................... 720.01, 804.04, 1002.02, 1002.02(c)
.................... 1206, 1207, 1208.01, 1214.04, 1308
.................... 1308.01, 1901.06, 2248, 2249, 2265
..2274, 2283 t0 2286, 2648, 2667, 2682, 2686.01
FUNCiONS .....cvivii 1002.02(c), 1003
TC 1600.......c i 1002.02(c)(2)
TC 2900.....c.ciiireiierieenieeeen, 506.02, 1002.02(c)(3)
TC 3640......ciiiieieiieese e 710, 1002.02(c)(1)
Director of the USPTO
Authority and functions................ 706.03(b), 708.01, 709
........................ 711.02, 714, 719.01, 1001, 1002, 2203
................................................................... 2242, 2284
Publication of confidential decisions...................... 103
Withdrawal from iSSUe..........ccoooiiiiieieicneeee, 1308
DECISIONS.....cvveiievieiee e Introduction
Mailing address.........ccovvrevvieeieeeerese e 501
Notices (See also Publication) ......... Introduction, 707.06
Orders (See also Publication)........... Introduction, 707.06
Director initiated reexamination..............ccccev..e. 2212,2239

Disbarred attorney (See Attorney or agent: Suspended or
excluded)

Disciplinary proceedings........cocvvevrereiesereeienerieieseneas 402
Mailing address........ccooviereiieeee e 501
Disclaimer (See also Terminal disclaimer)
Co-author of publication............ccccceveveiiiennne 715.01(c)
Copy required in reexamination
EX PAIE ..o 2214
INEEE PAITES ..o 2614
Defensive publication ...........cccoeeveniiienecnnn, 711.06
Design application ................. 1503.01, 1503.02, 1504.04
FOMMS . 1490
PrOCESSING ...cvviviieciectece et 1490
REJECiON ..ot 706.02(k), 710.02(d)
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RS L0 | (0] Y2 S 1490
Terminal ... 706.02(k), 804, 804.02, 1490
Disclosure (See also Duty of disclosure; Specification)
ADSIaCT ... 608.01(b)
AmeNdment........ocovveeeeeiieecee e 608.04, 1302.02
Amendment, Preliminary .........cc.ccoeeeeverennnn, 608.04(b)
Best Mode (See also Best Mode) ........... 608.01(h), 2165
Chemical compound............cccoverviireiencneenne. 608.01(p)
(01 1 14T IS 901.03
Common, parent and continuing applications........ 201.11
L000] 0] 0] 12 Y T 608.01(p), 2164
Computer programming Cases.........cceeervereerueees 2106.02
Correspondence with claims ................ 2163.05, 2173.03
Design application..........ccoccovvvrviiicnecnns 1503, 1503.01
Detailed description............cccocevvvvivevnienienennens 608.01(g)
DOCUMENT ... 1706
DULY OF oo Chapter 2000
Enablement (See also Enablement)............cccceu.ee. 2164
Foreign application..........ccocovvereineneienciecnieas 201.15
IMPLICIt ..o 2144.01
Incomplete................ 608.01(p), 706.03(c), 2161 to 2165
Incomprehensible ... 702.01
Incorporation by reference (See also Incorporation by
FEference) ....cvvvvecivescreens 201.17, 608.01(p)
Insufficient .........ccccceevvenie 608.01(p), 702.01, 706.03(c)
Later filed application ............ccocveviiiinicicnnns 608.01(p)
Operability........ccocooveiiiniiieneee, 716.07, 2164.08(b)
Original claim...........ccoceevivnirnenenn, 608.01(1), 2163.06
Preliminary amendment ..........ccoocveiviiicnnnne 608.04(b)
Related applications .........c..ccccccuvu..n. 608.01(p), 1302.04
Requirements for.........cccooeiiiiiiiei e 2161
Reservation Clause...........ccoccovvnennicncincnenens 608.01(e)
Restricted to claimed subject matter ................... 1302.01
Secrecy order, Material subject t0.........ccocovvevrennnnn 120
Specification (See also Specification)................... 608.01
Sufficiency for continuity...........ccoceveiiiiiencninn 201.11
SUFFICIENCY OF ..o 716
Support for Claims ... 2163.01
Trade NAME.....covevrreie e 608.01(v)
Trademark .......ccccoovvivvieciecce e 608.01(v)
UtHIEY oo 608.01(p), 706.03(a)
Written (See also Written description) ............c........ 2163
Disclosure document program .........cc.cecevereeerereneneeiens 1706
Evidence under 37 CFR 1.131 ......ccovvivvviiincnnen. 715.07
DiSCOUMESY ...t 714.19, 714.25
Dismissal of appeal.........cccocviiiiiiniiiic e, 1215.04
Disposals CoUNted..........cooeieiiienininiee e 1705
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Sec. No.
Distinct, definition...........ccocovviiiiniiiccces 802.01
Distinct inventions ..........c.ccocovuene. 802, 802.01, 803, 806.05
Apparatus and product made ..........c.cceeeieniennn. 806.05(g)
DiStiNCt PrOCESSES ...cvevevieierieeiie e sie e 806.05(j)
DistinCt Products.........ccooeoveererineneisenee e 806.05(j)
Process and apparatus for its practice ............... 806.05(e)
Process and product made............cccceeeveiveriennnnn. 806.05(f)
Divisional application ...........cccccevvieinnnne 201.06, 601.01(a)
Assignment carried from parent application......... 201.12
............................................................................... 306
Continued prosecution application (CPA)........ 201.06(d)
COPENAENCY ..vovveveie st 201.11
Design application ..........ccccccovveervnennnne 201.06, 1504.20
Drawing, Transfer of..........ccoovvininiineniennn, 608.02(i)
Effective date.......ccooovvveveiiienee e, 201.11
Filed by aSSIgNEE......covierererr e 324
File wrapper continuation (FWC).........cccc.c...... 201.06(b)
File wrapper/history notation................. 202.02, 1302.04
Inspection of parent application...........c.cccceoerennenen. 103
Inter partes reexamination of............ccccccceeivveveinenn 2611
Inventor, at least one in COMMON...........cooevriennnn. 201.11
NEW MALLET.....coiieieiiieierreeeee e 201.06
Oath o 201.06(c), 602.05(a)
Ownership carried from parent application........... 201.12
Patented, Opens parent application to inspection ...... 103
Reference to parent application ............. 201.11, 1302.04
REISSUE ..ot 1414, 1440, 1450, 1451
Rule 1.53(0) c.vovvveeieiiiciecc e 201.06(c)
RUlE 1.53(d) cvveveeeeeereeeeensieeee s 201.06(d)
Rule 1.60, FOrMEr .......ccoovvvvviieieieee e 201.06(a)
Rule 1.62, FOIMEr .......ccccovivieiieieice e 201.06(b)
SIGNALUIE .. 201.06(d)
Time for filing......cccooooeiiiini 201.11
Written description requirement ..........ccccccoevnnne 201.11
DNA (See also Biotechnology; Nucleotide sequences)
........................................................ Chapter 2400
Enablement ... 2164.08
SEArChiNg ..c.coeiiiiiee e 901.06(a)
Sequence listing ......cccccovvvvvievivnininnnns 2422, 2424, 2431
Special status for recombinant.............cccccoceveeenn 708.02
DOCKEL FEPOI.. et 1704
Doctrine of collateral estoppel (See Estoppel)
Doctrine of dedication to the public...........c.cccveniiinens 715
Doctrine of equivalents................ 2138.05, 2173.05(b), 2186
Doctrine of segregable parts.........ccccooeveivnereienencnn 1504.05
Doctrine of unclean hands.........c..ccocoovveriiiinienienicenen, 2010
Document, DISCIOSUIE .......cc.ooeieieiiieeieeeee e 1706
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Electronic (See also Electronic publications)... 707.05(¢)

DoD Directive 5230.25.......ccccoiiiiiieiireeeeeeeee e 120
DoD Security Agreement .........cccccvverveereiesineesenieeenes 120
Domestic representative ..........ccoecevereeincieneneeneneas 302.04
Double correspondence ........c.coevvvevereereenienn 403, 714.01(a)
Double inclusion in claim..........cc.ccoovvvviviviinnnenn, 2173.05(0)
Double patenting .........cccoevveeeeiinene e, Chapter 800
Avoiding rejection.......... 706.02(k), 706.02(1)(3), 804.02
BaSIS e 804
Between one or more applications and a published
application that has not been abandoned ............... 804
Claimed subject matter..........ccccooeveieneneienenienne 806.01
Commonly owned cases, treatment....................... 804.03
Copending applications............cccccvevvnenas 706.02(k), 804
DEfINItION ..o 804
Design applications/patents..............c.cccue.... 804, 1504.06
Different inventive entities.................. 706.02(k), 804.03
Distinct and independent inventions ..................... 804.01
DOMINALION. ....cviieee e s 804
International applications............ccccevvvvveieicicienenn, 804
ODVIOUSNESS TYPE ...ovvieeeieiiiieiieeee e 804
Design application..........cccceeerieieiencne e, 1504.06
Plant applications ..........cccoevivereiencneiiceese s 1601
Reexamination.........ccccceevvveeeeeeiveecieene 804, 2217, 2258
] 1<01 £ o o PSSRSO 804
NONSLALULOTY ..o 804
ODBVIOUS ..ottt 804
Prohibition, 35 U.S.C. 121................ 804.01, 821.04(b)
Provisional ............cc.co...... 706.02(k), 706.02(1)(3), 804
Specification, use Of ... 804
STALULOTY ..t 804, 804.03
Rejection nullification.............ccoccovvireiicnciinenns 804.01
Restriction previously required ................... 804.04, 1003
SAME ASSIGNEE ..o 706.02(k)
.................................................................. 804.03, 822
Same inventor...........ccce...... 806.04(h), 806.04(i), 806.05
.................................................................. 822, 822.01
Species and genus .........ccoceeerereiennes 806.04(h), 806.04(i)
Subject matter not patentably distinct ...............cc....... 804

Subject to joint research agreement.. 804, 804.02, 804.03

Submissions to TC direCtor.......ccccvvrvvvreriinrennn 804.04
Terminal disclaimer effect...........ccccoeeiininnnn 706.02(k)
...................................... 804, 804.02, 1451, 1490

In a reissue application............cccocevevivvivinsinnnannns 1451
Drafting notation ..................... 608.02, 707.07(a), 707.07(c)
Drafting stamp (no longer required) .........ccccueveeee. 608.02(0)
DraWings......coeiuiriiieie et 507, 608.02
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Amendment..........ccoeveviveiniinennns 608.02(p), 714, 1302.04 New, handling ........cccocevvvieiieiiccecee 608.02(a)
In ex parte reexamination ............ccccocerveeeriencnn. 2250.01 NEeW Matter.......ccocevvvvireneiienieesees 608.04, 706.03(0)
In inter partes reexamination.............c.cccceenene. 2666.02 New, when required ..........coccevvervencneicneen 608.02(a)
In reissue application...........cccveveerensienencsee, 1413 NOt received .......c.ocvvvevrvrieirceeee 608.02(h), 1825
Prior to publication of PG-Pub ...........c.ccccecvvenae. 1121 NOL FEQUITEd ..o 608.02
Amendment, Direction for..........cccccoeevvrennnn. 608.02(q) NOL returned .......ccooveveeeece e 608.02(y)
Amendment, Disposition of orders for ............. 608.02(x) OBJECLION ... 608, 608.01
Amendment support by original claim.............. 608.04(8) 608.02, 608.02(b)
Annotated Sheets.........cocoervenenne 608.02(V), 608.02(W) 706.03(0), 1503.02, 1504.04
Brief description ..o 608.01(f) Official Gazette figure........ccooevvvvvereiicneiens 1302.09
Canceled figure.....c.coevevevevcnce e 608.02(t) Omitted drawings.......ccoeveevevvevverernennn 201.17, 601.01(g)
Canceled sheet ........ccovevveveicnicnce e, 608.02(t) Patented file........cccooeviiieiicicecccee e, 905.03
Canceled sheet, patent...........ccccocevevevenenennnn. 608.02(i) Petition to transfer from another application..... 608.02(i)
Canceled sheet, transfer...........ccccovvvveniininnn, 608.02(i) Photographs.........cccceveneiininenee, 608.02, 1503.02
(@70] (o] SE 608.02, 1503.02 Placement in file wrapper.......c..ccocevevevciennns 719.01(b)
Colored plant .......ccccveveeerierr e 1606 Plant application...........cccccoevevvevencniniesnnnenns 1603, 1606
Complete illustration.............cccevereieieneienenn, 608.02(d) Print (See also Print of drawing) ....608.02(m), 608.02(n)
COMPIELENESS ... 608.02(e) PrIOr art ..o 608.02(g), 2125
Computer TiStS......cooveiiiicireere e 608.05 Provisional application...........ccoceovireiicnninenns 608.02
CONSISIENCY ..cvveveeecie e 608.02(e) Reference characters ...........ccoevevveieeveieieieinens 608.02(e)
Content Of ...vvvciceec e 608.02(d) Reference characters, change ........cc.cccccevvvenie. 608.02(w)
Correction (See also Correction of drawing) ....608.02(p) Reissue application..........cccccevvevrieneieneninennnn, 1411, 1413
........................................................................ 1302.05 No longer transferred from original patent...........1413
Incorporated into PG-Pub............ccceenee 1120, 1121 Removal from Technology Center ................... 608.02(c)
Reversed figure numbers........c..ccccevveveiernennn, 1302.04 Replacement drawings for publication in PG-Pub ...1121
Date no longer entered on back ...........ccccenee. 608.02(0) Replacement.......c.ccovevvvniieneniennnnn, 608.02(h), 1302.05
Delivered to wrong Technology Center................ 508.01 Reversed figure NUMDErS.........coeiviireiiieneee, 1302.04
Design application ..........cccccoevvniiiinenae 1503, 1503.01 Review by Office of Initial Patent Examination (OIPE)
......................................................... 1503.02, 1504.04 SRS RSTRPRPRON o 0
DISCIOSUIE ....vvveeveeieciereies e 608 Required by eXaminer .........ccccecevevenevesnsesennes 608.02
Divisional application............cc.ccevevenien. 608.02, 608.02(i) REQUIFEMENTS. ...c.vivieeiieeecie e 608.02
Drafting criticism included in first Office action REIUIM ..o 608.02(y)
..................................................... 707.07(a), 707.07(c) Section lNeS......cccoovvvevvinvincrescneenieen. 608.02(F)
Drafting notation............ccoceevereniienenscseeee, 608.02 Security markings. ..o 121
Drafting stamp no longer required.................... 608.02(0) SUBSEItULE....covereeccece e 502, 608.02(h)
Examiner determines completeness.................. 608.02(e) Sufficiency, determined by examiner............... 608.02(e)
Hlustrates Claim.........cooveieiineiicecee 608.02(e) SYMDBOIS....ociiiicc 608.02
Informal (no longer used) .......cccceeevvennnen. 507, 608.02(b) Trademarks. ..o 1512
Interference prints.......cccoovvevvevevcie s, 608.02(m) Unacceptable.......ccoovvviviviiceccce s 608.02(b)
International application ............ccccoeveieveieienennnn, 1825 Drawing correction............cccceveeen. 507, 608.02(p)
Kept in application...........cccocevvvvenninensinien 608.02(c) Annotated Sheets ........ccoceevrerennns 608.02(v), 608.02(w)
LOSE ..o 1302.05(a) Approval by examiner..........cccooeevverenneneens 608.02(x)
Mail section stamp no longer used.................... 608.02(0) Marked-up COPY ....coevrvevnerieenienn 608.02(v), 608.02(w)
Modification illustrated...........cccceevevvevvernrnenn, 608.02(f) NEW MALLET ..cvveveiiie e 608.04
Marked-up COPY.....cocvrervrervrenine 608.02(v), 608.02(w) Order fOr....cviiieicicec s 608.02(x)
Necessary for filing date..........ccccccoverveennen 506, 608.02 PG-PUD ..ot 1120, 1121
New drawings required..........ccceeeeererecnennenn 608.02(a) Replacement sheets.................. 502, 608.02(h), 1302.05
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Dual correspondence--Electronic access to published applications

Sec. No. Sec. No.
Required........cccovvvvvvevierienenienn, 507, 707.07(a), 707.07(c) Effective date
Dual correspondence.........ccccceeeveneseseevene. 403, 714.01(d) Declassified matter..........ccocevevevcvieveneie s, 707.05(f)
Due Care ShOWINg .......ccooeeneneiinieceeeece e 2734 Reference patent................. 706.02, 706.02(a), 707.05(e)
Duplicate amendments (See also Amendment)...... 719.01(2) i 707.05(f), 715, 901.05(b)
Duplicate claims.........coccovriiiiiiiieeeee 706.03(k) Effective filing date
Duplicate foreign patents .........cccocevveverierenvinsnsnsnnnnes 903.03 Continuing application ............c........ 201.11, 706.02, 708
Duplicate papers for plant applications............... 1603, 1605 Continuation-in-part..........cccccoeeeveverienieseseseenns 2133.01
........................................................... 1606, 1609 Foreign priority effect..........c..cccoevevee... 201,15, 706.02
Duty of candor and good faith.....2001, 2001.03, 2733, 2762 International convention (See also Foreign application;
Compared to duty to disclose material information TrEALIES) c.vevveeeie e s 201.13
........................................................................ 2001.04 Provisional application...........ccccccocevvreveennriennnnnn. 106,02
Information diSClOSUIe ........ccccceveieiecieeccce e, 609 Publication...........cccocvvviieiicicceccce e 715.01(c)
Reexamination ..........ccoccoeviniienc i 2280 Eighteen-month publication (See Pre-Grant Publication
Duty of disClOSUre .......cveveiiee e Chapter 2000 (PG-Pub))
After patent grant........cccccoeveeevevence v 2003.01 Election (See also Restriction;
Aids to compliancCe ........ccccvvvvviiiiiirc 2004 Election of SPecies)......ccccvvvererevereresenenns Chapter 800
ChECKIISE ..o 2004 Action on nonelected claims ..........cccoeeveienencieienn, 819
Compared to requirement for information......... 704.12(a) After multiplicity rejection..........cc.ccoceevevennne 2173.05(n)
............................................................................. 2005 After restriction .........ccocoeeveeviviieeieienere e, 818
Compliance With ........cccoeveieierr e 2004 Applicant must Make..........ccoovveveivereererieseneseieens 818.03
Continuing applications..........cc.ccceevvevnane. 2001.04, 2004 Between applications, Conflicting claims................... 804
Copending applications..............cc.co...... 2001.06(h), 2004 822, 822.01
Copied Claims ......ccccceoreriiiec e 2001.06(d) COoNStrUCIVE ..o 818.02(a), 818.02(c)
Duration of ... 2001.04, 2003.01 In reissue application ...........ccoceeevereienennenecnnen, 1450
Foreign applications..........cccvvvvvvviennninsnannns 2001.06(a) Fixed by action on merits.......c..cc.co...... 818.01, 818.02(a)
Information material to patentability ... 2001.04, 2001.05 Implied ... 818.02(a), 818.02(c)
Litigation information............c.ccccociiiiiennnnn 2001.06(c) INEITEreNCE ...oveeeeiee e 819
QUESLIONNAITE ... 2004 Optional cancellation............ccocveviiiieeicienenn. 818.02(c)
Reexamination Original presentation............ccccovveereneenennnnn, 818.02(a)
EX PAe oo 2014, 2280 St ————— 819
INter Partes ......ocovevvvereevesiseseens 2003.01, 2684 Treatment of nonelected claims
Reissue application ..........c.cc...... 1406, 1414, 1418, 1448 706.03(m), 821 to 821.03
.......................................................... 2001.06(c), 2003 In reissue application ...........cccceceeivviiireinennen... 1450
Sources of information..........ccccoeevvvveeve e, 2001.06 With traVerse .......ceeeevee e 818, 818.03
TO WhOM OWE ... 2001.03 818.03(b), 818.03(c), 821.01
Violation Of ... 2010 WithOUL traVerse .........covvvvieiieneiceece e 821.02
Claims invalidated ............cccocovoiiiiieniiiiiciciee 2016 Election of species
PrOtest....c.ooeeic 2013 Allowable generic claim lacking...................... 809.02(a)
Reexamination..........ccccoevevenenese e 2014 BaSiS ..evvieeieieee e 806.04, 808.01(a)
REISSUE.....vvieieeeeieiee e 2012 Canceling species claims......... 818.02(c), 821.01, 821.02
Rejection of claims in reissue application ............ 1448 Design application...........ccoeevveneriiieneicseneeens 1504.05
WhO DaS ... 2001.01 Implied ... 818.02(a), 818.02(c)
Reissue application..........ccoccovereieiensiencncenee, 1450
Requirement........c.cccooevevevenesesenens 806.01, 809.02(a)
E Requirement, prior to search ...........ccocoeveverienee 808.01(a)
Species claims lacking ..........ccccocevenene 806.01, 818.02(b)
Easily erasable paper ........... 608.01, 714.05, 714.07, 714.19 Electronic access to published applications................... 1128
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Sec. No.
Electronic databases (See also PALM; PAIR)

................... 706.02(e), 719.05, 901.06(a), 902.03(e), 1730
CassisS CD-ROM .......cccoveininiininseeee e 902.03(d)
Chemical abstracts Services ..........ccccoovreivncrieennes 905.06
Derwent’s World Patents Index (WPI) ................. 905.06
DT oo S SS 905.06
e-Official Gazette — Patents (€OG:P).....cc.cccceevennene. 1703
EAST ..o 719.05, 902.03(e)
Full-text and full-page images of U.S. patent related

AAtADASES ..o 1730
INPADOC ... 905.06
LeXiS-NEXIS et 719.05
Official Gazette NOLICES.........cccvvreririieeieeei 1703
Patent Grants Database............coceeeveiveevneens 1703, 1730
Questel-Orbit ......c.ccoevvieieieceeee, 719.05, 905.06
TESS (Trademark Electronic Search System)

................................................................... 1703, 1730
WEST .o 719.05, 902.03(e)

Electronic Business Center (EBC) ................... 302.10, 1730
Electronic document........ccccvvcvvvivsesieeieresese s 707.05(e)
Electronic filing system (EFS) ........... 503, 507, 511, 608.01

................................... 609.07, 1121, 1132, 1133, 1730
Computer Readable Format (CRF) Sequence Listing

...................................................... 511, 1730, 2422.03

Electronic funds transfer to replenish deposit account
.......................................................................... 509.01
Electronic Information Disclosure Statement (e-1DS) 609.07
Electronic mail ............. 502.03, 713, 713.01, 713.04, 713.05
Electronic patent assignment system (EPAS) ............ 302.10
Electronic publications
Availability as prior art............ccoceeveereinineisiennn 2128
Citation of ......coooveiiiii e, 608.01, 707.05(e)
HyperlinksS to ..o 608.01, 608.01(p)
SEArCh fOr....cveiiicice e 904.02(c)
Employee number ........c.ccccovevveveiinciennns 711.04(b), 905.03
Employees of U.S. Patent and Trademark Office,

property interest in patent...........ccoccooeveereiienceene. 309

Unavailable to sign oath or declaration as inventor ... 409
Enablement..........ccccooveievii i, 706.03(c), 2164
Burden on the examiner..........ccocoeovevrveinnneennn 2164.04
Commensurate in scope with claims................... 2164.08
Critical feature not claimed ...........c.ccceue.een. 2164.08(c)
Inoperative subject matter............cccoceoeenes 2164.08(b)
Single means claim........cccccoeceveveiic i, 2164.08(a)
Compared to ULty ....coooveereeieceece e, 2164.07
Design patent application............c........ 1503.02, 1504.04
Duty or disclosure of information relevant to..... 2001.04
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Sec. No.

EVIdence of ..o 2164.05

Examples of enablement iSSUES..........ccccecvrierennen. 2164.06

Form paragraphs used to reject ...........c.cccevvenee 706.03(c)

Reduction to practiCe..........cccvereiviencicieninene, 2164.02

Relationship of predictability ..........cc.cccoeniennn 2164.03
Specification must be enabling

As of the filing date.........ccccoovvveveiiencnnn, 2164.05(a)

To persons of ordinary skill ....................... 2164.05(b)

Test of enablement ... 2164.01

35 U.S.C. 112, sixth paragraph limitations ....2181, 2185

Energy, Department of ..........ccccceovvvivinnenn, 115, 706.03(b)

Energy, related applications, special status................. 708.02

English language faulty, new specification ........... 608.01(q)

English language required ..........c.ccccoervriennn 302.02, 608.01

Enrollment and Discipline, Office of (See Office of
Enrollment and Discipline)
Entity, small, claiming status as (See Small entity status)

Entry of amendment (See also Amendment).............. 714.18
Entry of “Contents” of file wrapper..........ccccooevnene 719.01
Entry on face of file wrapper.................... 719.02, 719.02(b)
Environmental Quality Program...........cccccevvvenennnn 708.02
Equity (civil action)
Under 35 U.S.C. 145....cooiiiiiiceens 1216, 1216.02
Under 35 U.S.C. 146......ccceviereecerce e, 1216
Equivalentsinart.........cccoeeevvivnieninnnannns 904.01(b), 2144.06
Erasable (specially coated) paper ........cccooevereicnnne 608.01
Erasure in specification, before allowance................ 1302.01
Erasure in specification, before execution.................. 608.01
Errors (See also Correction of patent)
Correction of patents........c..ccceevvvvvininanns Chapter 1400
Deceptive intent .........cocccoveveneienenenene, 140, 2022.05
REISSUE ..o 1401 to 1470
Title dOCUMENTS....cvvvvveeieieee s 323
Withdrawal from iSSUE .......ccvviviveieieie s 1308
Essential material...........ccccoovvviiivcncienc e 608.01(p)
Establishing subclasses...........ccooviiiiiniicicicnenne. 903.02(c)
Estoppel
ADbandonment ..o 711.03(c)
Collateral ... 2012.01
In ex parte reexamination ..........c.ccoevvevvieiveinninannns 2259
In inter partes reexamination .............ccoceevevenenins 2659
Defensive publications............cccceveeieieiiicnencne, 711.06
Different inventive entities and commonly owned
apPliCatioNS......cccv v 804.03
INtErference ......ccoovveviiieec e 715, 2138.01
Reasons for allowance...........c.ccoceveivneriiienecnen, 1302.14
Reissue proceedings.........ccoovrerieieneneienicseneens 2012.01



INDEX

European Community Design treaty--Examiner’s amendment

Sec. No.

Statutory, inter partes reexamination....................... 2601
................................................................... 2612, 2614
Terminal disclaimer ..., 804, 804.02

European Community Design treaty (See Treaties)

European Patent Convention (See Treaties)

European Patent Office (EPO)....... 120, 609, 901.05, 905.06
............................ 1801, 1819, 1823.02, 1840, 1840.01
....................... 1843.02, 1847, 1850, 1851, 1857, 1860
............................ 1865, 1865.01, 1893.03(g), 2422.04

AAAIESS ... e 1865

As a PCT Chapter | international searching authority
........................................................................ 1840.01

As a PCT Chapter Il International Preliminary
Examining Authority........ccccoeevieneiiienenn, 1865.01

Evidence, of public use or on sale......2133.03 to 2133.03(b)

Evidence submitted with protest...........cc.ccoevveviennns 1901.02

Examination guidelines for applying reference

under 35 U.S.C. 102(€) ....coovrvrerrevrreriaesieeans 706.02(f)(1)
Examination of application ............cc.ccceeneennn. Chapter 700
Confidentiality during.......ccccceeverveverievcsie e 101
Deferral of ......ccocvvviieiece e, 709, 1002.02(d)
Order Of ...vceieiieeves e 707.02, 708 to 708.03
Piecemeal.........ccooviiiiiiiiicicee, 707.07(a), 707.07(9)
PUIPOSE .. 701
REISSUE ..ot 1440, 1443, 1445
Request fOr SIR........cooiiiirieee e 1103
Secrecy order application...........ccoceveieneie i 130
Statutory authority ........ccoceoeieiiieice e 701
SUSPENSION OF ...t 709
Examiner
ACHION oo 707
ACION COUNLEd......ccveiiiiice e 1705
AFFIdaVit.......coociiicc 2144.03
Assignment of application for examination ......903.08(b)
Assignment of ex parte reexamination ................... 2236
Assignment of inter partes reexamination............... 2636
ASSISTANT.....ociec 707.01, 707.02
Citing prior art in an issued patent inappropriate..... 2203
Classification (See also Classification examiner)...... 903
Consultation with Reexamination Legal Advisor (RLA)
................................. 2633, 2671, 2676, 2679, 2686.01
DiSPOSAIS. .....eeviiviieiiieiee e 1705
Duty of candor and good faith to .............cccc...... 2001.03
Employee number................... 711.04(b), 905.03, 905.05
Expressing opinion of validity .............ccoceevvinnennn, 1701
NAME ... 502, 707.09, 1302.13
New action indicated by primary ...........cc.ccceene. 707.01
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Sec. No
Previous action by another examiner
Allowed Claims ..o 706.04
INEEIVIEW ... 713.01
SBANCH. ..ot 704.10
Primary
Actions requiring personal attention.....707.01, 714.16
........................................................ 715.08, 1004
Name on file Wrapper .........ccccccvvveinencinienn, 1302.13
Pursuit of bounties prohibited ............c.ccocevvieneennen. 1701
Reasons for allowance...........cccocveiiinninciniens 1302.14
Resigns, old cases special..........ccccccevevevvnnrnnnnnne. 708.03
Suggestion of allowable claims............cc.ccoeei. 707.07(j)
Supervisory (See Supervisory patent examiner)
Telephoning attorney.........c.ccoeevervirenne, 408, 1302.14
Testimony as patent expert.......ccccccveverevernreenns 1701.01
Time and Activity Report.........cccccevvevevernenn. 1704, 1705
Time reporting for ex parte reexamination .............. 2238
Time reporting for inter partes reexamination......... 2638
Treatment of Protest..........ccovvvvevnineveneinens 1901.06

Examiner docket, time, and activity recording....1704, 1705
Examiner Reissue Guide and Checklist..............c.......... 1443

............................................................................... 707
Examiner’s amendment ..........ccocvevviveiveiereneneseenens 1302.04
Abstract changed by ........... 608.01(b), 1302.01, 1302.04
By initialing........ccooeoiiiniiic 1302.04
Claim, antecedent basis in description.............. 608.01(0)
Claim lost in interference .........ccoceovveeivenieicie e 2308
Claim, nonstatutory, canceled ...............ccoe.... 1302.04(b)
Claim, numbers identifying............. 1302.01, 1302.04(g)
Claims, nonelected invention, canceled ...821.01, 821.02
Copending application data brought up to date.....201.11
Defensive publication...........ccccooevvienennieneniennnn, 711.06
Deposit account Charge .........coceevvrereenieneniennnns 1302.04
Drawing correction..........ccccceeeevernens 608.02(w), 1302.04
Extension of time required for.............cccccevenee. 706.07(f)
Formal matters ...........ccoceveninencnnnnne 1302.01, 1302.04
IFW applications ..........cccooeviineiinenceesiens 1302.04
Informalities corrected .........cocoovvvrenvciniincnnnn 1302.04
Non-compliant amendment, treatment of .................. 714,
........................................................................ 1302.04
NO NEW MAEr ..o 608.01(0)
Plant patent application practice..........cc.cceeverervennne. 1610
Reexamination
EX PAMe.ci i 2287
Inter partes
Canceling rejected claims ............cc.c...... 2671, 2687
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Examiner’s Answer--Excess number of claims over number of claims previously paid for

Sec. No. Sec. No.
Correcting formal matters.................. 2687, 2687.01 Formal matters ...707.07(a), 707.07(e), 707.07(j), 714.02
In merged reissue/reexamination................. 2686.03 Full anticipation, expressions used..706.02(c), 706.07(d)
Not permitted if approval required .............. 2687.01 Informal application ... 702.01
Tothe Title ...ccovvvvciiin 2660.02, 2686.03, 2687 Initialed by examiner..........ccooeovnininenncne 707.08
Reference citation corrected ............cocooevniennn 707.05(g) Language in rejecting......ccccoeeeveneeneneeenenenns 707.07(d)
Title of application.........cccovevvevercre v 606.01 MailiNG ..cveece e 707.12
Examiner’s Answer Memorandum Cited ...........ccceovrreiinneiennicene 707.06
Appeal Brief ... 1208 New drawing required..........ccccoeveeneneenenens 608.02(b)
Appeal conference not held ..............c.ccceeuenee 1003, 1208 New examiner, primary examiner indicates.......... 707.01
Counted as a disposal..........cccccvvereineininiiiciees 1705 NOLICES CIted.....cvivirieiii e 707.06
New ground of rejection ........c.ccoevvvveveererniennnnnnnns 1208 Numbering of paragraphs..........ccccceevvvveveieinens 707.07(k)
New interpretation of law .........ccccoevevervinneniiennn, 1208 OmMNIbuS rejection .........cocevvevrerisirerescseeens 707.07(d)
TV Director’s attention required ..........cc.ccccoennen. 1003 Orders Cited .......covevrerieiricrcc s 707.06
Print of drawing .......cccoceveviviniienenseee e 1204 Outstanding requirements .........cccocveveerennnes 707.07(e)
Reexamination Personal matter excluded ..........c.cccoeveieienns 707.07(d)
T 0T L (- 2275 Piecemeal prosecution.........cccccvevevievesesennnns 707.07(g)
INTEr PATES ..o 2677 Power of attorney invalid or lacking ...........cccccceoeeie 402
Reply brief ... 1208 Preliminary amendment in new case......... 709, 714.01(e)
SPeCial STAtUS ....c.vevvrviiceirieicree s 708.01 Primary examiner signs............... 706.07, 707.01, 707.09
Examiner’s letter (See also ACtion) ........c.ccocvvevvvvininannns 707 Primary examiner’s attention required, list .............. 1004
ADbandonmeNt..........ccoeiiiinniie e 711.02 References, citation .........cc.ccoceevvienne 707.05 to 707.05(g)
AdVISOry action.........c.ceceereeivnscenenns 706.07(F), 714.13 e 901.04, 901.05(a)
Amendment after final rejection............ccccoevevennn. 714.13 Refusing entry of amendment after Board decision
Arguments answered............cocecvvereeneneenenas TO7.07(F) 1214.07
Cancellation of nonelected claim............. 821.01, 821.02 Rejection of claim corresponding to claim of patent
Claim allowable except as to form.................... TO7.07(2) e e et 2302
........................................ 707.07(j), 710.02(b), 714.15 Remailing.......ccccoevevvrnnennneiennceneene. 107,13, 710.06
Claim SUMMAIY ........covriiiiriiiineseeeseees 707.07(i) Requirement for information............c.cc.ccceeeneee 706.02(c)
Complete and clear ... 707.07 Restriction requirement...........ccococevervieneiiennns 803, 817
Copies of references........ccocoevvvvviviiveveresieniennnns 707.05(a) L] (0] o S 707.13
Copy to applicant.........ccooevrereineneiieccseens 707.12 Reviewed by eXaminer..........ccccoceveceveinieneienennas 707.08
Correction, period for reply ................. 707.05(g), 710.06 Shortened time for reply........ccocoeviiiiicinennn, 710.02
Correction of Citation ............coceeveneiiienncnen, 707.05(Q) SIgNAUIe ...oveeeee e 707.09, 707.10, 1302.13
Date Stamped ........cccoerveiiiee e 707.11 Statement of rejection..........ccccccvveeiinviiennn, 707.07(d)
DeCisions, CIted.........cccvvviveieeiee e 707.06 Status letter reply.....c.coeveviieiiniieieeece e 203.08
Drafting criticism in first Office action............. 608.02(a) Statutory basis.......ccocvvvevereieies e, 707.07(d)
...................................................................... 707.07(c) SUMMANY ..ocoviviieinenieesenieeseneeeseseeesneseenennene 107.07(1)
Election of species required, concluding paragraph Supplemental..........cccooeiiiiini 710.06
...................................................................... 809.02(a) Undelivered........ccccocevevvievivnnsienineiesesesesesennnnn, 107,13
Examiner signature at end of letter...............c........ 707.09 Examiner’s search facilities, use regulations................... 510
Examiner’s amendments...........c....... 706.07(f), 1302.04 Example, COMMENLS ON....ovvvveerieiieiecneee s 707.07(1)
File wrapper entry.........cccoeevvvvniencnnne. 707.10, 719.01 Example, Operative ..........c.ccovveneinennnn 608.01(p), 2164.02
Final rejection, clearly stated ...........c.cccovevviennnns 706.07 Example, Prophetic, simulated or predicted........... 608.01(p)
Final rejection, concluding statement ................... 706.07 Excess number of claims for fee, after notice of allowance
Final rejection, patentability report................... T05.01(8) e 714.16(c)
First action, includes drafting comments........... 608.02(a) Excess number of claims over number of claims previously
...................................................................... 707.07(c) paid for ... 714.01(€), 714.10
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Excluded attorney or agent--Facsimile transmission

Sec. No.
Excluded attorney or agent............. 105, 407, 713.05, 714.19
Execution of 0ath .........ccccvevveieevcicicncee, 604, 605.04(a)
Executive Order
NO. 5AB4 ...t 1608
NO. 9424 ..o, 302, 302.06, 302.08
NO 10,096 ....ocvvieriiiiiieinie et e 509.02
NO. 10,358 ...ooviiiiiiiiieiere e 710.05
NO. 12,598 ....coiiieiieise e 115, 120, 121
NO. 13,292 ....coiiiieiciceee e 115,121
Executor or administrator............cc.cecevvennnne. 409.01, 605.05
Allowance and iSSUE ........cccevvrvrrrvsieeieriereennns 409.01(f)
Application by, after discharge...........cccccoeevnee. 409.01(c)
Assigned application, inventor dies.................. 409.01(e)
AULhOTITY ..o, 409.01(b)
Consular certificate ..........ccvvvverivrivsivnieereeieinens 409.01(b)
Foreign country......cccccevevvvvvinnennne. 409.01(b), 409.01(d)
[ [T G 409.01, 409.01(a), 409.01(b), 409.01(d)
Intervention not required ............ccooeveeveeieennennn. 409.01(f)
Joint inventors, inventor dies...........ccooeoeirenne 409.01(f)
Specification form.........cccocvivvivivivciscecece 605.05
EXNIDIE. ..o 608.03
Exhibit, Affidavit under 37 CFR 1.131.....715.07, 715.07(d)
Exhibit at interview ... 713.08
Exhibit, handling ..o 608.03(a)
EX parte qUESLIONS........cccveveierie e se e 713.06
Expedited Right of Appeal Notice ................. 2671, 2673.02
Experimental use (See also Public use).................... 2133.03
............................................................ 2133.03(e)
Commercial exploitation.............c.cccvenee. 2133.03(e)(1)
Completeness of the invention................... 2133.03(e)(3)
Factors indicative of........... 2133.03(e)(4), 2133.03(e)(5)
Intent to experiment...........c.ccooeveieienenn. 2133.03(e)(2)
Reduction to practice .........cceceverererenene 2133.03(e)(3)
Testing by third party......... 2133.03(e)(5), 2133.03(e)(7)
Testing, developmental..............cccccevvvnenee. 2133.03(e)(6)
When experimental use ends ..................... 2133.03(e)(3)
EXPert teStimony ..o 1504.03
Expiration date of patent (See also Term, Patent)
Adjustment under 35 U.S.C. 154.......... 2710, 2720, 2730
D cT] o 1502.01, 1505
Extension under 35 U.S.C. 156................... 2750 to 2764
Plant ... 2701
ULHHEY o 2701
Export control of patent applications ...........cc.cceevvevrnenns 120
Exposure of papers during interviews................ 101, 713.07
Expounding patent [aw...........ccccoveivneneienenicieneceen, 713.02
Express abandonment ..., 711,711.01
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Sec. No.
To avoid publication of application............. 711.01, 1125
Express Mail deposit .........cccoveeiiineiinenecsenscseeens 513
Express Mail Procedure in ex parte reexamination ....... 2224
Express Mail Procedure in inter partes reexamination
.......................................... 2624, 2665, 2666, 2666.05
Express Mail service.......... 502, 506.02, 511, 513, 711.03(c)
.............................................................. 1216.01, 2510
Expunge information in application file..................... 724.05
................................... 724.06, 1002.02(b), 1002.02(c)
Extension of shortened reply period.............cccuc... 710.02(e)
Extension of time........ccccoovvvvevcieicnnn, 706.07(f), 710.02(e)
................................................................... 1002.02(c)
For filing brief..........cccoeiiininnn 1206, 1208, 1215.04
For filing continuing application...................... 201.06(c)
General fee authorization ...........c.cccccceeeveniennn, 710.02(e)
Reexamination
EX Parte. ... 1002.02(c), 2265
Inter partes........ccccoevereiinnenn 2648, 2665, 2672, 2682
REQUESL.....cee i 710.02(e), 1002.02(c)
Extension, patent term (See Term, Patent)
Extraordinary situations
Abandonment, revival ..............ccoooiiiiiinnnn 711.03(c)
DETerring iSSUE ......ovevvriiicirieecse e 1306.01
Interview after ISSUE ........cocvvvvveeeieiee e 713.10
Reexamination, ex parte.........cccceeevererenesieseennann 2274
Reply period reset .........ccovvvvenieieniee e 710.06
SusPension Of FUIES.........cccooeirirciricee 1002
TIME O File i 1206
Withdrawal from iSSUE .......cccvrvrveviieerereie e 711.01
F
Facsimile transmission
Assignment documents .........ccoceeevveerennnne 302.09, 502.01
Central NUMDET ......cccoovviriieiriiccecens 502, 502.01
COrreSPONAENCE.......ccvevvevierieieeeceee e 502.01
Declaration or 0ath .........ccccoceiiiinieiieience e, 502.01
PCT international application.................... 1805, 1834.01
..................................................... 1865, 1893.01(a)(1)
Maintenance fEES.......ccovvviriniiec e 2510
Permitted types of correspondence............c..cc.u..... 502.01
Prohibited types of correspondence .............c........ 502.01
Reexamination
2 o= 1 S 2224
INTEr PAIES....cciveeviie e 2624
Secrecy order application, not permitted....... 120, 502.01
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Federal Circuit--File wrapper/history

Sec. No.

Federal Circuit (See Court of Appeals for the Federal
Circuit (CAFQ))
Federal holiday

Abandonment date..........coeoeiiiiniiiiin, 711.03(c)
Appeal brief ... 1205.01, 2274
CIVIl 8CHION.....ciiiiciee e 1216
Continuity between applications..............ccccceunee. 201.11
Effect on reference.........c.ccocveviiiicicicncn 706.02(a)
Effect on Express Mail Service ........cccoevveieinennas 513
Filing date.......cccccovvverrevrnennn, 502, 502.01, 505, 512, 513
Foreign application copendency ........ccccceeeveruenen. 201.13
Foreign patent........cccocevevevecvcieecnccesenn, 2135, 2135.01
Maintenance fees .......cccoevvrereienieeiee e 2504, 2506
Papers Not reCeiVed ..........covvveiiveieiic e 502
Period for reply ending on ........cccccovevveiennne 505, 710.05
Prior art effective date.........c.ccoovvevvivivceriennn 706.02(a)
Provisional application copendency.................. 201.04(b)
PTO busSiness hOUIS .........ccccereiiiinieeie e 510
Reply Period.........ccocoviereiiineiee e, 710.05
Statutory bar.........cccoveeevevre e 2133
Statutory period ........cccovevevevenesesese e, 710.01(a)
Unscheduled closings ........c.ccocovvvvecneieevciesenn, 201.13
Federal [icense FghtS.........cccooeieiiiinenieece e 310
Federal Rules of Civil Procedure
Rule 8(b) CIted ......cveeeecevi e 410
Rule 11(b)
(071 (T o OSSPSR 402
REProduCed........ccoeiieiiiie et 410
Federal Telecommunications System................. 408, 713.01
Fee (See also Refunds)
AAAIESS ... 2540
APPEALL...c e 1204
Assignment recording ..........coceeverenienensenenens 302.06
Credit card payment of .........ccccccvereennn. 509, 706.07(f)
Current amounts available on USPTO web site......... 509
............................................................................. 1730
Examiner’s amendment .........cccccoovieieienennenn 706.07(f)
Extensions of time ........c.ccocevvveiniiiincne 706.07(f)
FiliNg.ooveece e 509, 607
Claims in eXcess Of .....ccccovevieriiieieieee e 607
Dependent claims .........ccocoveevveieiinnineinnens 608.01(n)
Deposit aCCOUNT ......cuvrveiieiieirieiec e 509.01
Disclosure DOCUMENE .......ccovrvrviieieree e e 1706
INAAEQUALE. ... ccveeveeiee et 506
International application ............c.cccceevevennen. 1810, 1827
Nonprovisional application............c.ccccccvvennae 601.01(a)
Provisional application ...........cccccevvivicnnnnns 601.01(b)

Rev. 4, October 2005

1-34

Sec. No
Reduction for small entities ..........cc.cccoernienen. 509.02
Reexamination
EX Parte. ... 2215
INtEr PAMTES ..o 2615
REISSUE ..o 1415
RETUIM ...t 503, 607.02
Small entity ..ocovveeieieeiece 509.03
Issue (See Issue fee)
Maintenance (See Maintenance fees)
PaYMENT.....ccoiiii e 509
Petition t0 reVIVE ... 711.03(c)
Publication fee............. 1126, 1133, 1303, 1306, 1306.03

Reduction of basic fee for international applications
containing large sequence listings and/or tables

......................................................................... 1823.02
Reduction for small entities...........ccccocervvereinennns 509.02
Field of search ............ 708.03, 904, 904.02, 904.02(a), 1701
Notation in file ... 719.05, 904
Field of search, notation by examiner................... 705.01(a)
................................................. 719.05, 904, 904.02(a)
Figures (See Drawings)
File Information Unit (Record Room)..................... 102, 103
................................................ 508.03, 711.04, 711.06
File wrapper/history (See also Image File Wrapper (IFW))
............................................................................... 719
ACHION ENEEIEd ..o 707.10
Allowed case data entered...........cccocevvrerrneennnnn 1302.09
Amendment endorsed...........ccoeevererennnns 710.05, 714.18
Arrangement of Papers........ccovevrienernenenene 719.01(a)
Assignment endorsement ..........cccevevvreieeiesieereesnenns 303
Civil aCtioN ..o 1216.02
Classification data...........ccccoeervrieninininere e 719.03
Classification hiStory...........ccccovvivireininnincnenn, 719.03
ComMPIELENESS ... 724.01
“Contents”, ENtry iN ... 719.01
Continuation, Former Rule 1.62 (FWC)
PUDIIC 8CCESS...eiiviiiiiiieieieiee s 103
T (o1 (o] o S 819
Correction Of €rror........cccocvveivercrenccn 719.02
Data entered 0N .........ccocevvvvenenne. 710.05, 719.02, 1302.09
Field of Search........cccovvevveiciese e 719.05
Field of search, patentability report.................. 705.01(a)
Foreign application cross-noting.........cc.cceevvveveane. 202.03
..................................................... 1893.03(c), 1895.01
Foreign filing date entered on ................ 719.06, 1302.06
Index of ClaimS.......coeviiiric e, 719.04
Licensing and Review Stamp.........cccceceveneieiesenienn 140



INDEX

Files Repository--Foreign application

Sec. No.
Name of applicant changed.........c..ccccevvevvernenen. 719.02(b)
Notes to application of another party...........ccccceneeee. 101
PAPEIS TN .o 719.01
Parent application notation on ............... 202.02, 1302.09
Print of drawing .........ccocoovveiiiniineneeee 719.01(b)
Printout of search history ..........ccccoevvvvviveviciennenn, 719.05
Relation of application noted on.............. 202.02, 719.07
Residence changed...........ccocooviiinienicicnenn 719.02(b)
Return of paper entered on...........ccocooeveineneenen. 719.01
“Searched” boX entries.........ccoevvreineneinennns 719.05
“Searched notes” boX entries ........ccocccvvvervvrrnne, 719.05
Signing by primary examiner...........c..ccocvevvinenin. 1302.13
Statutory period ends on nonworking day ............ 710.05
FilesS REPOSITONY ....c.ocvvviiiiriiiciiecee e 711.04(b)
Filing date ................. 201.06(c), 502, 503, 505, 506, 506.02
Continued prosecution application (CPA) ........ 201.06(d)
Effective, prior application ........ 201.11, 706.02, 2133.01
Express Mailing date ..........ccooooeiiiiicinnne 506.02, 513
Foreign application, Convention date
(See also Foreign application)............. 201.13, 201.15
International application.............cccceeveveveieiencnnenn, 1810
Later filed application as disclosure.................. 608.01(p)
Patent Cooperation Treaty (PCT) ...cccccovevereieneenne. 1810
Petition.........ccccoevvrennen. 506.02, 513, 601.01(b), 601.01(c)
..................................................... 601.01(f), 601.01(qg)
Refusal t0 aCCOrd .......ccovevvireiiieiee e, 506.02
Review of refusal to accord ..........cccccoevenennnennn. 506.02
Subsequent publication as disclosure................ 608.01(p)
Filing date of reexamination request
o o= -SSR 2215
INtEr PAItES......ooiieeviie e 2627, 2628
Filing fee (See also Fee; Refunds) ........cccocevvieiiiinennns 607
Continued prosecution application (CPA)........ 201.06(d)
Of a reissue application ..........cccevvererneneicrennnn, 1415
DepoSit aCCOUNL .....eevveeveerirce e 509.01
INAAEQUALE.....cveieiececie e 506
Reduction for small entities ............cccoceveieinnenn. 509.02
Reexamination
N 0= 1 S 2215
INEEN PANTES ..o 2615
Reissue application ..........cccoceveieiensienenieie e 1415
RETUM ..o 503, 607.02
Filing receipt (See also Postcard, self-addressed) ...... 201.03
....................................................................... 503
Final action (See Final rejection)
Final Board decision in inter partes reexamination
........................................................... 2681, 2682
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Final data Capture........cccoveiviveieicce e 1309
Final reJeCtion.......ccoevieieiiiieese e 706.07
Amendment after..........cocoveieiiiiniiienne 714.12,714.13
Amendment after, entered in part............c.cccceenen. 714.20
First aCtion.......coceveiiiiciiecee e 706.07(b)
INTEIVIEW ... 713.09
LEEN . 706.07
Patentability report...........cccoovevnineiiencnnnen, 705.01(a)
Petition t0 VaCate ........ccovvrveirireeec e 1002.02(c)
Premature ........ccoooveveieieresre e 706.07(c)
Premature, Withdrawal of ............cccccevvviiennns 706.07(d)
Primary examiner’s attention required..................... 1004
Request for continued examination (RCE)....... 706.07(h)
Reexamination, ex parte.........ccccevevenerenenieseenne 2271

Reexamination, inter partes (See Action: Closing
Prosecution in inter partes reexamination)

Secrecy order application .........c.ccocvvviernienieneieseas 130
SPECIAL ..o 708.01
Time fOor reply oo 706.07(f)
Transitional procedure...........ccccvevvereerercreneenn, 706.07(g)
When proper........cccoeveeeenne 706.07, 706.07(a), 706.07(b)
Withdrawal.........cccovveviiiiic e 706.07(e)
Withdrawal, Primary examiner’s attention..... 1004, 1005
Withdrawal of premature ...........cccocevvvrrinncnn 706.07(d)
Withdrawal prior to hearing on appeal................ 1207.04
Final restriction requirement...........ccccceeevevevesennenn, 818.03
First action final rejection ..........ccoceoeeeeiiicicien, 706.07(b)
First Office action form ..o, 707
First action on the merits (FAOM) (See Letter, Examiner’s)
Fissionable material..........cc.ccoovvvveivnveieicncre e, 706.03(b)
Five year pendency .......ccccovevevevenesesennenns 707.02, 708.01
Flowchart for
Effective date under 35 U.S.C. 102(e) ......... 706.02(f)(1)
Examination of computer-related inventions ........... 2106
Genus-Species guidelings........c.cocoeeveverevnnnnn, 2144.08
Prior art citation ina patent...........ccoceeevevvnieinennnne, 2206
Reexamination provisions, ex parte ...........ccceeeeuenne. 2201
Reexamination provisions, inter partes............... 2601.01
Transitional after-final procedures (37 CFR 1.129(a)
..................................................................... 706.07(9)
Treatment of applications having conflicting claims .804
FIOW SNEEL.......oiviieeiiceeee e 608.02
FOIA (See Freedom of Information Act (FOIA))
FONt, tYPE v 608.01, 1504.01(a)

Foreclosure (See Assignment: Security interests)
Foreign application (See also International application)
AS PriOr At ... 706.02, 2127
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Sec. No.
Certificate of correction to perfect priority
................................................. 201.16, 1481, 1481.03
Certified copy to avoid reference............. 201.14, 706.02
Certified copy not filed.........c.ccoovieiiiiiinnne 201.14(c)
Cross-noting on file wrapper/history .................... 202.03
Date entitled t0.......ccccovevvrinciiiiiee 201.13 to 201.15
Design patents.......cccceveverevenesesienn, 1504.02, 1504.10
Determination of priority ..........c.cccceeeeee. 201.14, 201.15
DISCIOSUIE ....vveievieieeiieieerie e 201.15
Duty of disclosure of information cited........... 2001.06(a)
English language translation for benefit of date
..................................................... 201.15, 706.02
Ex parte reexamination to perfect priority................ 2258
Filed more than a year before U.S. application
...................................................................... 201.14(c)
Filing in foreign country ........cccocevevvvieviennse e, 140
FIESt e 201.13
German design applications..........ccccceeereienine 201.14(b)
Great Britain ........cooevvveiieiece e 201.15
Identification.........ccoevveve v 201.14(d)
Incorporation by reference in U.S. application.... 201.13,
.......................................................................... 201.17
Inter partes reexamination to perfect priority.......... 2658
License to file ... 140, 706.03(s)
Listed on oath/declaration..............cccccceruenee. 201.14, 602
No claim for priority .......ccccceevvvvvivevrevicicieien, 201.14(c)
No reference made in declaration ..................... 201.14(c)
Notice to Office after nonpublication request.......... 1124
Noting earliest date in file history/wrapper........... 202.03
Ordering COPIES.....vcveiereerere e e s eee e 901.05(c)
Overcoming reference which is ................... 201.15, 715
Prior art cited in related ..o 2001.06(a)
Priority .o.cooveeveee e 102, 201.13, 706.02
Papers not filed ..o 201.14(c)
Petition for unintentionally delayed claim for priority
............................................ 201.14, 201.14(a), 201.16
...................................... 1002.02(b), 1402, 2258, 2658
Priority document in parent application............ 201.14(b)
Reissue application claiming foreign priority
................................................................... 1402, 1417
RIbbONEd......c.cciiciceccc 602.04(a)
SAME INVENTION ..o 201.15
S ..o 602.04(a)
Statutory bar.........c..cccevevenen 201.13, 706.02(e), 2135.01
Time limits to submission................... 201.14, 201.14(a)
Certificate of COrrection.........cccocevevvverecenennen, 201.16
REISSUE......cvevirieicieieeciee 201.14, 201.14(b), 201.16
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Sec. No.
Translation required ..........ccoeevevenieiennnne 706.02, 201.15
Foreign countries recognized for priority ................... 201.13
Foreign executed 0ath...........cccooviviiiieieniic e 602.04
Foreign filing, Proving priority...................... 201.14, 706.02
Foreign filing date
Entitled 0o 201.13, 719.06
On file wrapper/history .........ccccveevversinenincnienn 202.03
Foreign filing license........ccocooiiiieiiiii e 115, 140
FOr PCT s 115, 1832
Foreign language
APPLICAtION ... 608.01
Names for months ..........ccccoveievereiieneienees 901.05(a)
Names for United States..........c.ccooeevreneieneenn 901.05(a)
Oath or declaration ...........ccoceovireininnininncne, 602.06
Foreign patent
Art COHECTION ... 901.07
CItatioN ....cvveeecc e, 707.05(e), 901.05(a)
Citation dates and information ............c.ccocevuee. 901.05(a)
........................................................... 901.05(b), 1851
Classification.........cooeeevvecinneienieees 903, 903.03
COUNETY COUBS....cvviveieieireiieiesie ettt 1851
Database Search.........cccveivveiieieneisesec e, 706.02(e)
Document citation, iN PCT........ccccoovvviiiiiiieieenn, 1851
DUPHICALES. ..ot 903.03
Effective date ......ccooevvvevrii e, 901.05(b)
Family of (INPADOC)........ccccoevvnrienirieiennns 901.06(a)
In prior art statement ..........c.cccveneiinieneennen. 609, 609.01
Individual country OVerview ...........c.ccocecverieennen. 901.05
JOUMNALS ..o 901.06(a)
LaW OVEIVIEW ..o 901.05
LiDrary ....oocee e 901.06(a)
Listing at allowance ...........cccoevviiiinencinee 1302.12
OPPOSILIONS ..ot 901.05
Ordering COPIES ....cvvvvveiriririieriese s 901.05(c)
Print of, where obtained ............ccccoeeveveienne 901.05(c)
Reference........ccoevveiiencceieneeeeee 706.02, 901.05
Statutory bar ... 201.13, 706.03(s)
TrANSTEN .o 903.05
Translation of ..., 706.02, 901.05(d)
Unlicensed, same applicant...........c.cccoevvriennns 706.03(s)
Foreign priority (See also Foreign application)
.......................................................... 201.13t0 201.16
Design patent applications ...........ccccoceveririenen 201.14(b)
......................................................... 1504.02. 1504.10
U.S. filing date computed ......... 201.13, 706.02, 2136.03
Formal matter
Allowance and issue.............. 1302.01, 1302.02, 1302.04
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Former employee restrictions--Form letters and forms

Sec. No.
Amendment of application in issue.........c..ccccev.n. 714.16
Claim allowable except for..........cceeevvenine 706, 707.07(j)
Review of action involving...........c.ccccceeeene. Introduction
Right of priority
Prior foreign application.................... 201.13t0 201.16
........................................................... 1402, 1417
Prior U.S. application ..........c..cccceevveinennnns 201.11, 1405
Specification format..........ccoccooviiniiiiniiiiiee 608.01
When taken up .....cccooeveenenncnenne, 707.07(a), 707.07(e)
.......................................................... 707.07(j), 714.02
Former employee restrictions..........ccoovveveiververerenenennns 1702
Form letters and forms
Abandonment...........ccooooiiiiiiin 711.04(c)
Action Closing Prosecution PTOL-2065 .. 2671.02, 2696
Advisory ACtion.........cccceeveverievnninnn, 706.07(f), 714.13
Advisory Action — Ex Parte Reexamination PTOL-467
................................................................... 2265, 2296
AHOWADTLY .. 1302.03
Amendment received after allowance............... 608.02(z)
............................................ 714.16(d), 714.16(e)
Amendment after Board decision, refused entry. 1214.07
Amendment not fully responsive...........ccccceeenne 714.03
Amendment uUnSigNed .........cccoevenirenieienenn. 714.01(a)
Certificate of Correction form PTO/SB/44 or PTO 1050
................................................................... 1480, 1485
Certificate under 37 CFR 3.73(b) PTO/SB/9%............ 324
Change of Correspondence Address, Application
PTO/SBI122 .....cvviieviiieiseei e 403, 2542
Change of Correspondence Address, Patent PTO/SB/123
..................................................................... 403, 2542

Compact disc transmittal sheet for submission of
sequence listing and/or tables to the United States
Receiving Office under PCT Administrative

Instructions-Part 8..........ccccovcvvvvivivnieineeennn, 1823.02
Cover sheet, assignment document....................... 302.07
Cover sheet, provisional application

Cited oo 201.04(b), 601

Reproduced.........ccoveiiineiiiiiecce 201.04(b)
Credit Card Payment Form PTO-2038

Cited ..ovvveiieeeee 509, 1302.04, 1306, 2510

ReProduced..........covverieiieeiiees e 509
D-101 s 130, 1304.01
D1 1103
DD FOrM 44L......ooiiiiiiiiiiesene e 120

Death of Attorney, Application ready for allowance . 406
Declaration for Plant Patent Application PTO/SB/03
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Sec. No.
Declaration for Utility or Design Patent Application
PTO/SBIOL ....oveieiiieeieeee e 602
Disclaimer in Patent PTO/SB/43..........c.ccccceveieennen. 1490
Disclosure Document Request PTO/SB/9%5............... 1706
Election of SPeCies.........ccovereiiiiieieicieenieae 809.02(a)
Examiner Checklist — Reexamination
PTOL-1516 ...ocovvveieeiieieesieeeiens 2296, 2687, 2696
Examiner’s action PTOL-326 ..........ccccceceevvevieiiiennnnn, 707
EXaminer’s anSWEN ........ccccceevieeieireeire e sree e 1207
Examiner’s Biweekly Time Worksheet PTO-690E
......................................................... 1704, 2238, 2638
Examiner’s Case Action Worksheet PTO-1472....... 1705
Fee Address Indication PTO/SB/47
04 (=T [ 2540, 2595
REProduCed.........cceveveiirieirceeeee e 2595
Final reJection.........cccceveieiinie s 706.07

For Design Applications Only: Continued Prosecution
Application (CPA) Request Transmittal PTO/SB/29
..................................................................... 201.06(d)

For Design Applications Only: Receipt For Facsimile
Transmitted CPA PTO/SB/29A................... 201.06(d)

45-0ay LEtLer ....ccoeiiieieieie et 150

General Office Action, Ex Parte Reexamination
PTOL-466.........ccocevverririieieeceececreserens 2262, 2296

General (Ex Parte) Reexam Communication PTOL-473
(With SSP)...ocviieiie e 2250, 2266.03, 2296

Incorrect citation of references, Correction...... 707.05(g)

Information disclosure statement (IDS) PTO/SB/08

Cited ...ocovrvevennns 609.02, 609.03, 609.04(a), 609.05(a),
................. 609.05(b), 609.05(c), 609.06, 609.07,
......... 1893.03(g), 1901.03, 2001.04, 2003, 2004,
.................................. 2214, 2258.01, 2280, 2287
Reproduced .........ccovveveiiieniirec e 609

Interference Initial Memorandum ............ 2302, 2304.02,
2304.04(a)

Interfering Subject Matter, Secrecy order applications

International application transmittal (PTO-1382)
................................................................... 1830, 1832
Inter Partes Reexamination Communication (With SSP)
PTOL-2071 ...ttt 2696
Inter Partes Reexamination Communication (Without
SSP) PTOL-2072....cocoiieieesiee e, 2696
Inter Partes Reexamination Notification Re Appeal
PTOL-2067......ccovvereiieieierieinienens 2662, 2674, 2696
Inter Partes Reexamination Transmittal PTOL-2070
................................ 2664, 2670, 2677, 2686.01, 2696
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Form letters and forms--Form letters and forms

Sec. No.
Interview Request, Applicant Initiated PTOL-413A

Interview Summary, Examiner Initiated PTOL-413B
............................................................. 713.04, 714.13
Interview Summary PTOL-474, Reexamination
................................................................... 2281, 2296
Issue Classification Slip (Blue slip) PTO-328, PTO-270
Cited ..o 1107, 1455, 1611
Issue Classification, Designs PTO-328................. 903.07
.................................................. 903.09(a), 1107, 2287
Issue Classification Form/Sheet/Slip ...903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
DiIgESTS .ottt 903.07
INILTAING .o 903.07(b)
Issue Fee Transmittal PTOL-85B...................... 307, 324

................................................ 1306.02, 1309, 1481.01
Maintenance Fee Transmittal PTO/SB/45

ReProducCed ......cccveveeerererc s 2595
Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

ReproducCed..........ccovveiiiiiiiiniee s 1135
Note to SPRE/Examiner/TC Personnel of Inter Partes
Reexamination Deadlines PTOL-2061 ............... 2696
Notice of Abandonment
PTOL-1432 vt 711.04(c)
Notice of Abandonment under 37CFR 1.53(f) (CPA) For
Design Applications PTO-2019 .................. 201.06(d)
Notice of Allowability PTOL-37......... 602.03, 608.02(b)
...................... 608.02(z), 609.05(b), 710.02(e), 714.13
...................................................... 812.01, 1205, 1207
................................................ 1302.03, 1302.04, 1455
Notice of Allowance and Issue Fee Due PTOL-85
................................. 115, 203.08, 406, 509.03, 602.03
........................................................ 708.02, 710.02(e)
............................................ 711.02, 711.03(c), 711.06
........................... 714.15, 714.16, 714.16(a), 714.16(d)
...................................... 1126, 1303, 1303.03, 1304.01
............................. 1305, 1306, 1306.02, 1306.03,1308
....................... 1308.01, 1308.03, 1309, 1512, 2001.04
........................................... 2406, 2411, 2411.03, 2575
Undelivered ........c.cooevveiieiiciecc e 1303.02
Notice of allowance, Secrecy order applications
D-10 i 130, 1304, 1304.01
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Sec. No.

Notice of Appeal from the Examiner to the Board of
Patent Appeals and Interferences PTO/SB/31

Notice of Concurrent Proceedings — Inter Partes
Reexamination PTOL-2062...........c.ccocervrerierennnn. 2696
Notice of Defective Paper — Ex Parte Reexamination
PTOL-475....cciiveieireen 2250, 2266.02, 2266.03
............................................... 2272, 2273, 2295, 2296
Notice of Defective Paper — Inter Partes Reexamination
PTOL-2069............ 2666, 2666.01, 2666.04, 2666.06,
............................................... 2666.50, 2666.60, 2696
Notice of Draftsperson’s Patent Drawing Review
PTO-948 ..o 608.02(b), 608.02(h)
.............................................................. 707, 707.07(a)
Notice of Failure to Comply with Inter Partes
Reexamination Request Fee Requirements
o O S 2696
Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8, 1995 PTO-
2011 Reproduced.........ccccovererinineniniennne 201.06(d)
Notice of Improper CPA For Design Applications PTO-
2012 Reproduced........ccccevvrevennresireeanen, 201.06(d)
Notice of Improper Request for Continued
Examination (RCE) PTO-2051.................... 706.07(h)
Notice of Incomplete Nonprovisional Application
PTO-1123.......... 506, 601.01(d), 601.01(e), 601.01(f)
................................................. 601.01(g), 2731, 2732
Notice of Incomplete Reply (CPA) for Design
Applications PTO-2018 Reproduced........... 201.06(d)
Notice of Incomplete Request for Inter Partes
Reexamination PTO-2059 .......ccccccovvvvinenieiennnn. 2696
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469................... 2235, 2250
............................................... 2250.01, 2271, 2271.01
............................................... 2273, 2287, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068................. 2687, 2696
Notice of Intent to Publish Statutory Invention
Registration SIR-L.........ccccocvoiriniininiiieeee, 1107
Notice of Inter Partes Reexamination Request Filing
Date PTOL-2058 ........ccovvrireeenreennreeesreeeeens 2696

Notice of Non-Acceptance of Small Entity Patent
Maintenance Fee, PTO-2140..........ccccoo.... 2531, 2550
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Form letters and forms--Form letters and forms

Sec. No.
Notice of Non-Compliant Amendment............. 714.01(e)
............................................................. 714.03
Notice of Non-Recordation............ccccceeeiincneninne 302.09
Notice of Omitted Items in a Nonprovisional Application
PTO-1669......ccccevieiieieerieene, 201.06(c), 601.01(d)
.................................................. 601.01(g), 2731, 2732
Notice of Overpayment of Patent
Maintenance Fee, PTO-211......cccccooeiiiiinnnnnenn 2550
Notice of Recordation...........ccccceevevvniveveiencnnnens 302.09
Notice of References Cited PTO-892....... 707, 707.05(a)
................................... 707.05(c), 707.05(d), 707.05(e)
................................................................... 2687, 2690
Notice of Special Acceptance of Patent Maintenance
Fee, PTO-2143 ... 2530
Notice of Statutory Invention Registration (SIR)
Acceptance, SIR-N (Form D-11) .......ccccceevvevnene. 1103
Notice of Withdrawal from Issue under 37 CFR 1.313(b)
............................................................................. 1308

Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468............... 2273, 2274, 2296
Notice to Comply With Requirements
Applications For Patent Containing Nucleotide
Sequence and/or Amino Acid Sequence Disclosures
PTO-1661.......cccccvevenee 2427.01, 2427.02, 2731, 2732
Notice To File Missing Parts of Application ........ 201.03
......................... 601.01(a), 607, 710.02(d), 2731, 2732
CPA for Design Applications PTO-2021 Reproduced
......................................................... 201.06(d)
Notification of Non-Compliance with 37 CFR 41.37(c)
PTO-462.....c.ooiiiieiieeree e, 1205.03
Notification of Non-Compliance with 37 CFR 41.37(c) —
PTOL-462 .....oovovviiiciiiieiee e 1205.03
Office Action — Ex Parte Reexamination
PTOL-466 ......ocovvveeiirieiiisecesee e 2262, 2296
Office Action - Inter Partes Reexamination PTOL-2064

ReProduced..........coveieiiiiiiiineeee e 2660
Office Action Summary PTOL-326.................. 608.02(h)
Order Granting/Denying Request for Ex Parte

Reexamination PTOL-471 ........cccccoovvvivinninnnnn. 2296
Order Granting/Denying Request for Inter Partes
Reexamination PTOL 2063

Cited oo, 2646, 2647.02, 2696

Reproduced.........ccevverievererenese e 2647.01
PCT forms (See Patent Cooperation Treaty (PCT))
Petition for express abandonment to Avoid Publication

under 37 CFR 1.138(c) Reproduced.................... 1135

-39

Sec. No.

Petition for Revival of an Application
For Application Abandoned for Failure to Notify the
Office of a Foreign or International Filing

PTO/SB/64a
(O] 1 IS 711.03(c), 1124, 1135
Reproduced ........cccovevvevevernieinennns 711.03(c), 1135
For Application Abandoned Unavoidably PTO/SB/61
............................................................. 711.03(c)
For Application Abandoned Unintentionally
PTO/SBIBA.......oooveceveeevereeerenreneens 711.03(c)
Plant Patent Application (35 U.S.C. 161) Declaration (37
CFR 1.63) PTO/SB/03.......ccoieiieieesieieenieeeen, 1604
Power of Attorney to Prosecute Applications before the
USPTO PTO/SB/80.......cevreeirieieeereeirieeienene 402.07
Provisional application for patent
Cover sheet PTO/SB/16........ccccevveveviervennn, 201.04(b)
PTO-150.. ..t 1302.07, 1706
PTO-152...cciiiiieiieiee e 409.01(b), 602.03
............................ 605.02, 605.03, 707, 707.07(a)
PTO-211 oot 2550
PTO-270 (Blue SIip) .....ccccovrvennnen. 903.07, 903.09, 1107
............................................................................. 1455
PTO-328......cviiiiiiciiee e 903.07, 1107
PTO-447A ..., 903.08(a), 903.08(d)
............................................................. 903.08(e)
PTO-690E ......ccoovvvvvririrenn 903.03, 1704, 2238, 2638
PTO-850
Cited ...ccovnee. 1002.02(d), 2302, 2304.02, 2304.04(a)
Reproduced.........ccoviviiiiiciee s 2302
PTO-875. it 608.01(n)
PTO-892
Cited .... 201.15, 608.01, 609.02, 609.04(a), 609.05(a),
..................................... 609.05(c), 609.06, 707, 707.05
................ 707.05(a), 707.05(c), 707.05(d)
.................... 707.05(e), 707.05(g), 901.06
............. 1302.04, 1302.12, 1406, 1901.06
............................ 2246, 2257, 2290, 2646
...................................... 2657, 2687, 2690
Reproduced.........cccovevvrvvennseceeeeeee e 707.05(a)
PTO-948.......oiiieire e 608.02(b)
............................................ 608.02(h), 707, 707.07(a)
PTO-1050......cccmiiiiriiinierieesienienns 1480, 1480.01, 1485
PTO-1123.....cccoovvrienen 601.01(d), 601.01(e), 601.01(f)
................................................. 601.01(g), 2731, 2732
PTO-1360......ccciieiiirieenieniee e, 608.01(n)
PTO-1382....ceiiiiiieiiiiieieieiei e 1830, 1832
PTO-1472. oottt 1705
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Sec. No.
PTO-1516 ..ot 2287, 2295
PTO-1517 .o 2287, 2295
PTO-1590 ..o 719.05
PTO-1595 ..ot 302.07
PTO-1661 ..o 2427.02
PTO-1669 .......ccovvirverierieienieienieens 201.06(c), 601.01(d)
.................................................. 601.01(g), 2731, 2732
PTO-2011 Reproduced ........cccvvvrvrirvierirennenns 201.06(d)
PTO-2012 Reproduced .........ovovvvrirviericennenns 201.06(d)
PTO-2018 Reproduced .........oeovvvrievierieennenn 201.06(d)
PTO-2019 Reproduced ........cccccevvrvivrninernnne. 201.06(d)
PTO-2021 Reproduced ........cccoevvvienrerninnennnne. 201.06(d)
PTO-2038
Cited ..o, 509, 1302.04, 1306, 2510
REProduUCEd.......cccovereeeiere e 509
PTO-2051 ..ot 706.07(h)
PTO-2140 ..ot 2531, 2550
PTO-2142 ..ottt 2531
PTO-2143 .ottt 2530
PTO/SB/08A and 08B ................ 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
......................................... 609.07, 707.05(d), 1302.12,
............................................... 1406, 1901.03, 1901.06
....................... 2214, 2246, 2257, 2258.01, 2287, 2290
...................................... 2614, 2646, 2657, 2687, 2690
PTOL-37
Cited ..o, 203.08, 602.03, 608.02(b), 608.02(z)
.............. 609.05(b), 707.05(g), 710.02(e), 714.13
................................................... 812.01, 1302.03
................................... 1302.04, 1302.12, 1302.14
Reproduced..........covvreinineiieeee s 1302.03
PTOL-85
Cited ..oovovveeeecee, 203.08, 714.16(d), 1303, 1306
........................................ 1306.02, 1308, 1308.03
ReProduced.........ccevveieiierere s 1303
PTOL-85B
Cited ...oooevvrereee, 307, 324, 509.03, 512, 1303, 1306
......................... 1306.01, 1306.02, 1309, 1481.01
ReProducCed.........ccceveieierire e 1303
PTOL-85C Reproduced ........ccoveveiveiverienienieriesieens 1303
PTOL-90............. 608.02, 707, 714.16, 1205.03, 1207.05
................................... 1208, 1209, 1210, 2427.01
PTOL-271 oo 714.16(d)
.............................................................. 714.16(e)
PTOL-303.....cciieiieieinieeecseesec s 706.07(f), 708.02
......................................................... 711.03(c), 714.13
PTOL-319 ..ottt 714.03

Rev. 4, October 2005

I -40

Sec. No
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Cited...ovoiviiee e 201.14(b), 201.14(c)
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REProduCed ........cccevevieiire e 707
PTOL-404 ..ottt 1485
PTOL-413 ..ot 713.04, 714.13
PTOL-461 ..o 1215.04
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PTOL-468 ..o 2273, 2274, 2296
PTOL-469 .....ocviviiiiiiicee e 2287, 2296
PTOL-A71 oot 2296
PTOL-473 ..o 2250, 2266.03, 2296
PTOL-474 ..ot 2281, 2296
PTOL-475 ... 2250, 2266.02, 2266.03, 2272
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..................................................................... 711.04(c)
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PTOL-2062 .....c.ccocveveiveeceeiee e 2696
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Cited....ooovvieieeen, 2646, 2647.01, 2647.02, 2696
Reproduced ... 2647.01
PTOL-2064
(071 (Yo PR 2647.02, 2660, 2671.01
ReProduced .........cccoveveiviieireiecee e 2660
PTOL-2065 ......ocovrvriiirieinenieise e 2671.02, 2696
PTOL-2066 .......covvvrrrririenineniecsenieeeeenens 2673.02, 2696
PTOL-2067 ....ccoeevrveirrrrienns 2662, 2674, 2675.02, 2696
PTOL-2068 .......ccovevvreieiesieecte e 2687, 2696
PTOL-2069
Cited.......... 2666, 2666.01, 2666.04, 2666.06, 2666.50
....................................................... 2666.60, 2696
Reproduced .........ccoovveiinenineiee e 2666.50
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PTOL-2072...cocieiiieece ettt 2696
PTO/SB/01 Reproduced ...........ccocevvevieeriennerineniennas 602
PTO/SBI03.......cveeeieiee e 1604
PTO/SB/0B .......covenviviieiiiiiriesene e 608.01(n)
PTO/SB/OT ...ttt 608.01(n)
PTO/SB/0S ............ 608.01, 609.02, 609.03, 609.04(a),
............. 609.05(a), 609.05(h), 609.05(c), 609.06,
.................................. 609.07, 707.05(d), 1302.12
PTO/SB/08SA
Cited oo, 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
.609.07, 2214, 2246, 2257, 2258.01, 2290, 2614,
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PTO/SB/08B
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.609.07, 2214, 2246, 2257, 2258.01, 2290, 2614,
2646, 2657, 2687, 2690

ReProducCed.........ccevveieiiieiesi e 609
PTO/SB/L6......ciiieiiriceieee s 201.04(b)
PTOISB/24 ...t 711.01
PTO/SB/24A

Cited ..o 711.01, 1125, 1135

Reproduced.........cccooeieieniiiiiiiiieee 711.01, 1135
PTOISB/25......oiiiiieeee e 1490
PTOISB/26......coiieiieeeieee e 1490
PTOISBI27 ..o 1504.30
PTO/SB/29

Cited .o 201.06(d), 709

Reproduced.........cccoveivineiiincesceecs 201.06(d)
PTO/SB/29A Reproduced..........ccccovrveirennennn 201.06(d)
PTO/SB/30 Reproduced ...........cccovvvrvevereennnn. 706.07(h)
PTO/SB/3L....coiiiiciiiieeeee s 1204
PTO/SB/35

Cited .o 1121, 1122, 1135

ReProducCed.......c.ccveverievereve e 1135
PTO/SB/36

Cited .o 1123, 1124, 1135

Reproduced..........ccooeviirieiiiiiccee s 1135
PTO/ISB/37 ..ottt 709
PTO/SB/42........ 2246, 2256, 2257, 2258.01, 2262, 2614,
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PTO/SB/44
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Reproduced .........ccoevviiiiiis s 1485
PTO/SB/45
CHted e 2515, 2595
Reproduced ..........coviriiiiiiiiiee e 2595
PTO/SB/4T7
CHted i 2540, 2595
Reproduced ..........cooiriiiiiiice s 2595
PTO/SB/50 Reproduced..........ccoooeverireniecnieninenen. 1410
PTO/SB/51
Cited oo 1410.01, 1414
Reproduced .........ccovveiiiinieiec e 1414
PTO/SB/51S Reproduced...........ccccoceveriaeeniecnen. 1414.01
PTO/SB/52
Cited oo 1410.01, 1414
ReProduced .........ccoveveiviieireeereee e 1414
PTO/SB/56 Reproduced...........ccovereeneienencrienienne 1415
PTO/SB/57
(O | (=T S 2214, 2296
ReProduCed .........ccevvveirreieeeeeee e 2214
PTO/SB/58
CIted e 2614, 2696
Reproduced ..........covirieiiiiiireee s 2614
PTO/SBIBL ... 711.03(c)
PTOISB/B2 ... 711.03(c)
PTOISB/B3 ...t 711.03(c)
PTOISB/B4 ...t 711.03(c)
PTO/SB/64a Reproduced ..........ccovevrveievercencnienens 1135
PTO/SBIB4A PCT ...ooovvevereeneeevensensiennennes 711.03(c)
PTO/SB/67 Cited ...c.cvcvevevreireiceseeene s 104
PTO/SB/68
CHted o 103, 711.04
Reproduced .........cooeiveniiniee e 103
PTO/SB/80 Reproduced.........c.ccevvrveiereenerinninne 402.07
PTO/SB/81
Cited .o 402, 601.02, 1604
Reproduced .........ccovveiinineecee e 402, 601.02
PTO/SB/82 Reproduced.................... 402.05, 2222, 2622
PTO/SB/83 Reproduced.................... 402.06, 2223, 2623
PTOISB/O4 ... 1101
PTO/ISB/O5 ...ttt e 1706
PTO/SB/O6 ...t 324
PTO/SB/122 ...t 403, 2542
PTO/ISB/123 ... 403, 2542
PTO/ISBI124 ...t 403
PTO/SB/125
CHted et 403, 2540
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............................................................................. 1101
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Cited ..o 1123, 1124, 1135
Reproduced.........ccoveiireiiinies 1135
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SIR-C oot 1103
SIR-E ..ottt 1103
SIR-F oo 1103
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