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.............................................................. 716.02(d)
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Intransitiona application ..........ccccoceveevrenienene. 706.07(g)
In ex parte reexamination ............cccceeeveeeeseneeesienens 2272
Agent (See Attorney or agent; Power of attorney)
Agent for international application................. 1807, 1864.04
AQOregation.......cccoveeeveeeeeeeee e 2173.05(k)
Agriculture, Department of, Plant patents........... 1608, 1609
Agricultural Research Service.........ccoooeevveenene 1608, 1609
AIDSHIV, petition to make special ...........ccocevveunnee 708.02
Algorithms.......ccccovvveveierccce, 706.03(a), 2106, 2106.02
Alien Property Custodian (A.P.C.) publications
(See also Citation of prior art) ......cccceeeveeereenen 901.06(c)
Allowance and issue (See al'so Allowed application)
........................................................ Chapter 1300
Abandonment after .........cocveieiv e 711.05
All claims allowed, shortened statutory period
...................................................................... 710.02(b)
Amendment, EXaminer’s.........cccceeereneienennene 1302.04
Amendment, Examiner's, Rule 1.312...................... 1305
Amendment after (See Amendment: After allowance)
Amendment after allowance of al claims............. 714.14
........................................................................ 1303.01
Amendment after D-10 NOLICE .....ccveerieeieeieeee, 130
Amendment at time of ........ccocvreveeieierirecee 714.15
Amendment crossing in Mail .........ccccceeeevveeinnnnns 714.15
Assigned appliCation..........ccoceveivreneneneiesiesee e 307
Assignment DiviSion.........c.ccoeeveienee. 409.01(b), 1302.11
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Cancellation of claims after apped ..................... 1214.06
......................................................... 1215.03, 1214.04
Cancellation of claim lost in interference............ 2363.03
Cancellation on nonelected claim by examiner’s
amendment .......cceveveeeeee e, 821.01, 821.02
Cancellation of nonstatutory claim................. 1302.04(b)
Citation Of Prior art..........ccoceeveverenerieeieereseeee 1302.12
Claim for Official Gazette...........ccoceveervreenennnne 1302.09
Claim renumbering.......... 608.01(j), 1302.01, 1302.04(0)
Claim renumbering, dependent claim............... 608.01(n)
................................................................ 1302.01
Classification.......ccocuveevenecinenesenienns 903.07, 903.07(b)
Classification change after allowance................... 903.07
Classification in another Technology Center ...903.07(b)
Companion application referred to...........cc....... 1302.07
Copending application
File wrapper/history notations............. 202.02, 1302.09
Parent application data............c.ccoeeerereennennn 1302.04
Retention 1abel .......ccocoev v 1302.07
Correction of error after allowance...........c.co........ 714.16
CroSS-TEfEreNCe ......coevvereerereeeeeeie e 903.07(a)
D-10 NOLICE. ...ttt e 130
Deceased inventor, notice of allowance.............. 1303.03
Drawing, drafting stamp no longer required .... 608.02(0)
Drawing correction.............. 608.02(2), 1302.04, 1303.01
Drawing in patented file .........c.ccce..e... 608.02(i), 905.03
Erasure of markings.........cccooeveeenennienenenenenenn 1302.01
Examiner’ s amendment (See Examiner’ s amendment)
File wrapper notation ..........cccocevevenenenienicccnienen 1302.09
FiNal FeVIBW ..o 1302
Formal matters ..........ccocevenenenenenennne 714.16, 1302.01
Formal matters, examiner’s amendment and changes
........................................................... 714.16, 1302.04
Formal matters, specification rewritten............... 1302.02
GENEral FEVIEW ..o 1302.01
Interference ... 2305.04, 2307.03
Interference, Notation of ................. 2301.01(b), 2305.04
Interference search .......cccceveveeenen. 1302.08, 2301.01(b)
International classification ...........ccooevevvveieneninncns 903.09
Intervention by eXeCUtor.........cccccevveeeeeereenenn 409.01(f)
Issue classification notations............ccccevereieneens 1302.10
Issue in another TC without transfer ................ 903.07(b)
Jurisdiction of application..........ccccceevenninennenen 1305
Listing of references.........ccoovvvveeevcecccseseseieens 1302.12
Locarno classification designations.................. 903.09(a)

Non-compliant amendment, treatment of .... 714, 1302.04
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Allowance, Reasons for--Amendment

Sec. No.

Nonelected claims canceled by examiner’s amendment
............................................................. 821.01, 821.02

Nonelected claims eligible for rejoinder .... 821 to 821.02

Notice of Allowability 1302.03

Notice of allowance (See Form letters and forms: Notice
of Allowability PTOL-37)

Ordering allowed application............ccccceevevennene. 1306.03
Patentability report, print disposal .................... 608.02(n)

...................................................................... 705.01(d)
Plant appliCation ..........cccoeveenennienerse e 1611
Printer Waiting ......cccocevevievesieseseceeeeeesee s 1309.02
PrO SBuuiiiiecse et 707.07())
Protest agaiNst iSSUE.........ceereeieerienene e 1901

Reasons for allowance (See Reasons for allowance)

RECOId rO0M ..ot 905.03
Reference listing .....cocveeeeeceerencrese e 1302.12
Reissue application .........cccevevievenienie e 1455
Rejection after alowance........... 706.04, 706.05, 1308.01
Rejoinder of claims........ccocoveeeveneeene 821.04, 1302.04(h)
Related applications, file wrapper/history notations
........................................................... 202.02, 1302.09
Related applications, retention labdl ................... 1302.07
Reopening prosecution ............ceeveeererceeienneens 1308.01
Retention [abelS ......ooveeeeeeeeee e 1302.07
Review by examiner .........ccccevvvcvvevcncniesennn, 1302.01
Review by primary examiner..........cccccoeeveeviennns 903.07
Rewritten specification requirement................... 1302.02
Secret application.........cocoeveienerieeieienee 130, 1304.01
Signing file Wrapper.........coeveneninecreeees 1302.13
SPECIA ..o 708.01, 710.02(b), 1301
Specification, clean copy required.............cc...... 1302.02
Statement of iINVeNtion............ccooeveneienenceeene 1302.01
Suggestion of Claims.........cccooevenincinenenees 2305.04
Supplemental oath after ... 603.01
Terminology correspondence of specification and claims
........................................................................ 1302.01
Title of INVeNtion ... 1302.01
Title change by examiner..........ccccoevvcnennccnieenn 606.01
Title search, continuing application............cccceeevunen. 306
TrANSFEN .o 903.08
Undelivered notice of alowance.............cc.......... 1303.02

Withdrawal from issue (See Withdrawal from issue)

Withholding from issue, secrecy order application

130, 1304.01

Allowance, Reasons for (See Reasons for allowance)

Allowed application (See also Allowance and issue)
Definition

Sec. No.
Express abandonment of ...........ccccveeeeeceeciccieniennn, 711.01
File wrapper data..........cccoovveerenenieneiesienee e 1302.09
Ordering ....coeeeeeeereeinireeeee s 1306.03
REECHION ..o 1308.01
Suggesting claim for interference.............. 1003, 2305.04
Allowed claim, rglection.........cccccecveeeeceevereseseseneens 706.04
By Board of Patent Appeals and Interferences....1213.02
AlPhasubClass.........covieineiic e 903.07
Alteration of application after execution................ 605.04(a)
Alteration of application before execution...................... 506
................................................. 601.01(a), 602, 608.01
Alteration of patent application ...........ccocvevvererienenieenns 506
Alternative phrase in claim (See also Indefinite claim)
................................................................... 2173.05(h)
Amended application.........ccccccvvvvenienieceececeeresees 203.03
Amended application, inspection for transfer........ 903.08(c)
Amendment (See alSo REPIY) ....ovververereriieereeriee 714
Accidental eNntry ........coceoeveneieneiene e 714.21
Adding excessclaims........cocooevevneneinenenesee 714.10
After abandonment..........cccccvevreineniennn 711.02, 714.17
After al clamsallowed ..........cccooereiiiiicicnenn, 714.14
After allowance
APProval .......cooeeeineeneneeeee 714.16, 1002.02(d)
Canceling claim ......cccooeevineenice e 714.16
Claim copied from patent................ 714.16(a), 2307.03
ENtry in part ... 714.16(€)
Examiner’saction............ 714.16, 714.16(d), 714.16(€)
EXCESS ClaimS.....c.coieeriieec e 714.16(c)
Formal matters.........ccooveeveneecnnne. 714.16, 714.16(d)
[ F= 1010 |1 oo 714.16(d)
Mailed before allowance...........ccccoeeeneiencnins 714.15
Motion under Rule 41.208(c)(2) (formerly under Rule
1.633(C)(2))veeeeeerereereerennenes 714.16(b), 2363.03
Patentability pointed out ...........ccccoereiireneniennen. 714.16
Reason for adverse action................. 714.16, 714.16(d)
Renumbering claims .........cccocoveneneieniceenne. 714.16(€)
Secrecy order application..........c.cccceeenee. 130, 1304.01
After examingr’ S anSWES .......ccoveeeeeeereeiereenenie s 1210
After appeal, before examiner’s answer ........... 714, 1207
After Board decision .........ccccceueee. 1002.02(d), 1214.01
......................................................... 1214.06, 1214.07
After death of attorney or agent ..........ccoceeeeeeeieiennne 406
After final rgjection................. 706.07(f), 714.12, 714.13
Examiner determines compliance with 1.121 ....714.18
Non-compliant amendment, treatment of ................ 714
After final rgjection, entered inpart........ccccueueee. 714.20
Applicants MUSt SIgN....c.ceieereie e 714.01(a)

Rev. 3, August 2005



MANUAL OF PATENT EXAMINING PROCEDURE

Amendment--Amendment
Sec. No. Sec. No.
At allOWaNCE.....ce e 714.15 Entered in part, after allowance, 37 CFR 1.312
Attorney not of record...........ccccceeeverienenn 405, 714.01(C) et e 714.16(e)
Basisin disclosure .........cocoeeeeniccccninnn 608, 706.03(c) ENIY o 714.18, 719.01(a)
......................................................... 2163.03, 2163.07 Entry denied........cccoeevvecinnnn. 714,17, 71419, 714.21
Beforefirst action ........ccccceveeeneneee 608.04(b), 714.01(€) AppPeal CaSe......coveiricee 1207, 1214.07
Board rgjection avoided...........ccocvvvveninecinnnne 1214.01 Drawing COrrection ........cccccevevvreveeseseenvnne 608.02(x)
By replacement paragraph or section..........cccccevueueee. 714 Drawing New Matter........cceovveverieneresieneeienenenns 608.04
By substitute specification...........ccocceeererieieneniennne 714 LISt e 714.19
Canceled matter restored ..........cccoeveeeennee 608.01(s), 714 Paper NUMDEN .......cccoireee e 714.21
Canceling all claims................ 706.07(h), 711.01, 714.19 Period for reply expired .........ccccoovveenennicnenenn, 714.17
Canceling appealed claims................ 1215.01 to 1215.03 Preliminary amendment ...........cccccevveveenenee. 714.01(e)
Claim added, terminology basis............ccceu..... 608.01(0) Second (or subsequent) supplemental reply.. 714.03(a)
......................................................... 2163.03, 2163.07 Substitute specification unnecessary ..... 714.19, 714.20
Claim numbering............. 608.01(j), 1302.01, 1302.04(q) Unduly interferes with preparation of Office action
Claims e ———————————— 714.03(a)
Added in excess of humber of claims previously paid Entry dir€Ctions........cccoevvevevire e 714
O e 607, 714.10, 714.16(c) DEfECHIVE......cveieeeceirieesc e 714
Clean version.........ccoceeeereneniennn 714, 714.13, 714.16 Entry inadvertent ... 714.21
Marked-up VErSIOoN.........ccccveeneneienenenenereee e 714 Entry in ex parte reexamination............c.coceveeerveneen 2234
Status 1dentifiers.......ececevcever e 714 Entry in inter partesreexamination............c.cccceevnee. 2670
Complete reply required...........cccceveveneee. 714.02, 714.04 Entry of amendment filed in connection with motionsin
Consolidating pending claims....................... 714,714.13 INEEITEIENCE. ... o 2364
.......................................................................... 714.16 Examiner’s (See Examiner’ s amendment)
COPIEf COPIES ..ottt 714.07 Excessclamsadded...........cccoeeerennne 714.10, 714.16(c)
Copying patent claim (See Claim presented = 0 1101 = T 502.01
corresponding to claim of patent) Fees, additional ..........cccovevvveveieceree e 710.02(c)
Crossing mailing of allowance..........c.ccccoovveennnne 714.15 File wrapper endorsement ............ccccevenee. 714.18, 719.01
D-10 notice preceding.........ccoevererenenerieesessee e 130 Filed with application............ccccooeveerenncnienns 601.01(a)
Date of receipt.......ccccoevereeerienne, 505, 710.01(a), 714.18 Formal matters, compliance with..........c.cccceceveneee 714.02
Date stamp FUIlY FESPONSIVE ... 714.02
Officedate.......cccovvvvenrecnennnn 505, 710.01(a), 714.18 HEAING ... e 502
TCrecaipt date .......ccvvveeeeerieieereeee e 714.18 Immediate iNSPECioN ..........ccvvereereneerieeeereens 714.05
DeClaration..........couvueeeerienenenieeeie e 602.01 Improper SIgNature ........ccocveveeeererieenienens 714.01(a)
Defective, directionsfor entry ..........cccceevvenenenee T14.20 714.01(c), 714.01(d)
Delivered to wrong Technology Center ................ 508.01 Ratification.......ccccoevvvveneeeceerece e 714.01(a)
Discharged attorney or agent ..........ccccceeeveeveinenen. 714.19 [NACCUIALE......vecveeeeeeeie ettt 707.07(h)
Disapproval of preliminary amendment ........... 714.01(e) Incomplete reply.......ccovvreeerieenne. 711.02(a), 711.03(a)
.................................................................... 1002.02(d) cerereeenesenrenenesneneneneeneneenenens 114,02 10 714.04, 2266.01
Disapproval of second or subsequent reply ......714.03(2) e 2666.30, 2671
DiSCOUMEOUS .....ccverveeereeeterieereeeeeeeee e 714.19, 714.25 Time for completing.........cccovvvrveeene. 710.02(c), 714.03
Drawing............ 608.02(p), 608.02(Q), 1302.05, 1303.01 e 2266.01, 2666.30
Inreissue application.........ccocvveevvieneeenierieesieenns 1413 Increasing claimsin excess of number of claims
Drawing, dispoSition..........coeeeerererenieccnennenes 608.02(x) previously paid for.......ccoceveeerennnne. 714.10, 714.16(c)
Drawing, new matter........ccccevvevveveereereennn 608.04, 714.19 [Nk, NOt PErMANENt ......ccoccvereee e 714.07
DUPLICAEE. ...t 719.01(a) INspection by eXaminer .........c.ccoeevveneievenenieninnnns 714.05
Easily erasable paper forbidden............... 714.07, 714.19 INtErfEreNCe ..o 2364.01
Entered in Part........coeeveeneneeneneec e 714.20 Inventorship (See Correction of inventorship)
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American Inventors Protection Act (AIPA)--Anticipation rejection

Sec. No.
Jurisdiction of application not with examiner....... 714.16
................................................................ 714.19, 1305
- (TSP 710.02(d), 711, 714.17
Literature citation in specification.................... 608.01(p)
Manner of MaKiNg........cceerererereieneneese e 714
Motion under 37 CFR 41.208(c)(2), Application in issue
...................................................................... 714.16(b)
Name change on file wrapper ......... 605.04(c), 719.02(b)
New matter........ccoeveveeerrennn. 608.04, 706.03(0), 2163.06
Non-compliant amendment, treatment of .................. 714
........................................................................ 1302.04
Nonentry (See also Amendment; Entry denied) ... 714.19
NOt entered........ooveevvieveeiieree e 714.19, 714.21
Not fully responsive........c.cccveeveeenenene 714.02 to 714.04
................................................ 2266.01, 2666.30, 2671
Not fully responsive, time to perfect reply ....... 710.02(c)
............................................. 714.03, 2266.01, 2666.30
Oath, Original ......ccceeeriiirieereee e 602.01
Objectionable remarks.........ccccceevvvrennnne. 714.19, 714.25
Of ClAIMS. ..ot 714
Of SPECITICAION......ccviieeeeecccece e 714
Officedate stamp......cccceeevevvenene 505, 710.01(a), 714.18
Paper NUMDEY ..o 714.18
Patentability pointed out ...........ccccccervenee. 714.02, 714.04
Period for reply ends Sunday or holiday............ 505, 513
......................................................... 710.01(a), 710.05
Permanent ink required...........cccccoeveneene. 714.07, 714.19
Petition NON-entry .........c.ccooevenenenieieeene 1002.02(c)
Plant appliCation ..........ccoveveivennienereeeee e 1610
Post Office address, Applicant...........ccocevevevvenene 605.03
Preliminary ......ccccoeeeveveeceevecece e 506, 714.01(e)
Canceling all claims.........ccccooeeeeenee 601.01(e), 711.01
Denial of entry .......ccooeveenennreneecee 714.01(e)
EXcess claims......cocveeeeeeeieeccee e, 506, 714.10
Filed with application ..........cccccevvvvivvvnennnnene 714.01(e)
Manner of Making .........ccoceeveveevecieneieieenns 714.01(e)
New matter added........... 601.01(a), 608.04(b), 702.01
Non-compliant amendment, treatment of ............... 714
PG-Pub application..........cccccevivvvnieieseneeieeennns 1121
Referred to in oath/declaration............... 601.01(a), 602
Tolessen filing fee ...vvvevveieiiere e 607
Ratification
Signature defective.........coovevrenenicieienn 714.01(a)
[R{S =T o SN 501 to 505, 511, 512
Received after allowance..........cccceu... 714.15, 1303.01
Reexamination ..........ccoceveeeveenienens 2250, 2666.01, 2672
REISSUE......c.oiiiieieiieiee e 714, 1453

Sec. No.
Requirements of .......cccevevvrie s 714.02
Residence change.........ccocoovivveiicievccc e, 719.02(b)
RESPONSIVE ... 714.02, 714.04
Return, after entry on file wrapper ... 719.01
RibbON COPY ... 719.01(a)
Rule 1.312 (See Amendment: After allowance)
Second (or subsequent) supplemental reply ..... 714.03(a)
Severa filed on sameday.........ccoceeeenenecininiennn 714.18
Signature improper.......c.eccveeeeeeneen. 714.01(a), 714.01(c)
..................................................................... 714.01(d)
SigNature MISSING ....c.ccvevereeeeeeeeeesees e 714.01(a)
Signature requUIred ........coceeveeeeneeeeneereseseenes 714.01(a)
Signed by applicant, not by attorney or agent of record
............................................................. 714.01(d)
Signed by attorney or agent not of record .405, 714.01(c)
Statement of allowability by Board..................... 1213.01
Supervisory primary examiner .... 714.13, 714.16, 714.18
Supplemental ..o 714.03(8)
Support by original claim.........cccccceveveiniennnens 608.01(1)
Telephone number........cccooevevveeececeenee, 713.01, 714.01
Unduly interferes with preparation of Office action
..................................................................... 714.03(a)
Unmatched with application file............ccccvenee. 508.03
UNSIGNEd ..o 714.01(a)
Ratification of ........ccccccvvvvvrienene. 710.02(c), 714.01(a)

American Inventors Protection Act (AIPA) (See Statutes:
Public Law 106-113)

American National Standards Institute (ANSI) 608.02

Amino acid sequence (See Biotechnology; Nucleotide
seguences)

AnNaogous Art .....ccocveevreieennenn. 904.01(c), 1302.14, 1504.02
...................................... 1504.03, 2131.05, 2141.01(a)
Analysisof Claims........cocvircininnesee 904.01
Answer, Examiner’s (See Examiner’s answer)
Answer all matterstraversed ........ccooveveeeceeveeiennens 707.07(f)
Answer onremand...........cccccevereenne. 1211, 1211.01, 1211.02
Antecedent lacking (See also Indefinite claim) .......... 706.03
............................................. 1302.01, 2173.05(¢)
Anticipation rgjection............. 706.02(a), 707.07(d), 1504.02
....................................... 2131, 2132, 2133, 2136
Affidavit to OVErcome.......ccocecvcvveeneneneseseens 2132.01
Anaogous art .......ceeeeririeinineesenes 1504.02, 2131.05
Definition Of .....ccvveiecece e 2131
GENUS-SPECIES. ....veveeeeeeeeneereeseesieseesrese e neesee e 2131.02
Generic chemical formula...........ccoceevvreicrinenne. 2131.02
Meaning of
“BY Others’ ..o 2132
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A.P.C. publications--Appeal

Sec. No.
“INthiS COUNEIY” ... 2132
“Known or used” .......cccceveveeveeniennennn, 2132, 2133.03(a)
“Patented in this or aforeign country” ................. 2132
Multiple references, when permitted .................. 2131.01
Oneyear grace Period.........ccooveerereeereneeesenenienens 2133
On sale (See On sale)
Rangesclaimed.........cccccovveevievcneie e 2131.03
Rejections based on publications and
PAENES ... 2133.02
Primafacie Case........ccovivvenineeicierese e 2132.01
Public use (See Public use)
Secondary considerations, evidence of ............... 2131.04

A.P.C. publications (See Alien Property Custodian (A.P.C.)
publications)

Apostille (See a'so Oath; Declaration)........... 301, 409.01(b)
........................ 602, 602.04, 602.04(a), 604, 604.04(a)
Apparatus, Process or product and.... 806.05(¢e) to 806.05(g)
APPEAL ... Chapter 1200
AbandonMENt.........ccccoveririeieere e 1210
Actions subsequent to examiner’'s answer ............... 1210
Administrative handling ..........ccooeeeveevveeccieieienns 1204
Affidavit after appedl .......ccccovevenee. 1207, 1208, 1211.02
Affidavit after Board decision ............. 1214.01, 1214.07
Amendment after examiner’s answer ..........c.coeweee. 1210
........................................................................ 1211.01
Amendment before examiner’'s answer.................... 1207
Amendment for purpose of ..........c.cceeeeee 714.12, 714.13
Amendment makes application allowable............... 1207

Answer, Examiner’'s (See Examiner’s answer)

BIEf e e 1206
In ex parte reexamination...........c.ccoeervreeereenennes 2274
Ininter partesreexamination................. 2675, 2675.01
[N FEISSUE ..ot 1454

BY patent OWNEY .........cocovecereiiee e 1205

Cancellation of withdrawn claims....................... 1214.05

Civil HtIgation.......cooevveveerereeeseseee e 1216.02

Claims copied from patent, time limit .............. 710.02(c)

Claimsincluded .........ccceeevveveennen.. 1205, 1205.02, 1206

Composition of the Board..........ccccceeevereninveniennenn 1203

Concurrently with interference..........ccccocueue. 1210, 2315

Concurrently with prosecution before examiner ...... 1210

ConferenCe.......oeeeeeeeeererese e 1207.01, 1302.14
Ininter partesreexamination.............c...... 2676, 2677

Correspondence address for litigation......... 501, 1216.01

COUIM e s 1216

Court, Federal CirCuit .........coevvvvenieneiseneeens 1216.01
Of an inter partes reexamination................ 2682, 2683
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Sec. No.
Decision by Board.........ccccvvvvvvseneneeeeeesese e 1213
Of an inter partes reexamination ................ 2681, 2682
DiSMISSAl ....ccvevviieiisieiee e 1215.04
Examiner reversed........ccoooveeeveneneneneeieeeeens 1214.04
Examiner sustained ..........ccocoeeevveeneeceienenenens 1214.06
EXaMINEr’ S @NSWES ..ot 1208
Failure to prosecute appeal...........cccooeeenenencnens 1215.04
Fee (SecaSOFEL) .. 1205, 1208
From Board decision..........ccecveeveveerienenne 1216to0 1216.02
HEAMNG ..o 1209
Inter partes Reexamination.............ccceeuue... 2674 to 2680
FlOWCharts.......ccocoeerireeeceee e 2601.01
INErOAUCTION ... s 1201
JUFTSAICEION ... 1210
Matter subject to.....cccccevevvrevrennnne. Introduction, 706.01
Multiplicity rgjection.........ccccccvevvveeeceeseenene 2173.05(n)
New ground of rejection by Board....................... 1214.01
New ground of rejection by examiner in examiner’s
ANSWVET ... ccrreee e e e e e searrre e e e e ea 1207, 1208
New matter affecting claim..........cccccevevveienene 608.04(c)
NOUICE OF ...t s 1205
Order for complianeCe .........cooeverererieeee e 1210
Oral NEAINNG.....cevveeriereeirerer s 1209
Reexamination, eX parte ........c.cceeeeeeeeeereererennnenns 2276
Reexamination, inter partes.........c.ccueeeveevevernrnens 2680
Patentability report Case.........ccooeveeeeeenenenieneens 705.01(a)
Primary examiner’ s attention ..........c.ccoceeevvereeennenn 1004
Procedure after Board decision.................. 1214, 1214.01
...................................................... 1214.03to 1214.07
Protestor participation ............cccceeveeveecenenenennens 1901.07
Publication of Board decision ..........cccccceveneneene 1213.03
Real party in interest .........ccocveeeenerncneen 1206, 1208
Rehearing by Board..........ccccevvreeennne. 1214.01, 1214.03
Reexamination, eX parte.........ccceeeeeveeeeeneeneneseenens 2273
Reexamination, inter partes..........c.coevevenee. 2674 to 2680
Remand by Board............ccccou.... 1204, 1208, 1210, 1211
.......................................... 1211.01, 1211.02, 1211.03
..................................... 1212, 1213, 1213.02, 1214.01
..................................... 1302.14, 2143.03, 2274, 2275
............................................... 2314, 2358, 2681, 2682
Remand by Federal Circuit .........cccoceeeeveveiennns 1216.01
Remanded application made specid ..................... 708.01
Reopening of prosecution after appedl .........cc.c....... 1208
Reopening of prosecution...........ccceeveveevereneneens 1214.07
Reply brief to examiner’ s answer .........cccceeeeveenenee, 1208
Requirement by board to address matter .................. 1212
Secrecy order application.........cccccceveieeenns 130, 1304.01



INDEX

Appealable matter not petitionable--Application

Sec. No.
SIR appliCation .......ccoveveverire e 1105
Statement of allowability by Board .................... 1213.01
Supplemental appeal brief..........cooviinieii 1208
Supplemental examiner’s answer ........... 1207.04, 1211,
........................................................................ 1211.02
Suspension pending civil action or federal circuit appeal
inrelated Case.......covvvveveesene e 1213
Suspension pursuant to 37 CFR 1.56(d) .................. 1213
Timefor filing brief ... 1205.01
Withdrawal .........cccccevuennee. 711.02(b), 1215.01, 1215.02
Withdrawal of final regection.........cccceeveeveveeiciennne 1205
Withdrawal, partia ..........coceeveereennnnn. 1214.05, 1215.03
Appealable matter not petitionable...................... 1002, 1201
Appendix, computer program listing................ 608.05, 1121
Appendix, multiple claim SetS.......cccceeveeevevercevenenen, 1121
Applicant (See aso Inventor; Pro se applicant).............. 605
Abandonment notification ..........cccceveeceeiieinennn. 711.04(c)
Administrator or executor ......... 409 to 409.01(f), 605.05
Age, SPECial StALUS......ccovereeirieeee e 708.02
(071 (1= 01 o1 o S 605.01
Common, at least one.......... 201.03, 201.11, 706.02(f)(2)
............................................. 706.02(k) to 706.02(1)(3)
Comments on statement of reasons for allowance
........................................................................ 1302.14
[DIES o010 1= )Y 714.19, 714.25
Health, special Status.........ccccoevevieveneniececeienns 708.02
HEIT e 409.01(a), 409.01(d)
International application ...........ccocceeereerieennnne. 1805, 1810
.................................................... 1817.01, 1820, 1821
N o] | PR 201.02, 201.03, 2137.01
Mailing address.........ccccceveveveveniese e 605.03
Name change .......c.ccoeeeereeieeiieneennn. 605.04(c), 719.02(b)
Other than inventor ............... 409 to 409.01(f), 409.03(b)
Post Office address........covveereevenenene e 605.03
Power 10 INSPECL........ceveeeeeee e 104, 106
Reply (See Amendment; Reply)
ReqQUIrEMENES ..o 2137.01
RESIAENCE. .....eceeeee e 605.02
Self prosecuted application................... 707.07(j), 713.01
Signature........cccceeeeveenne. 605.04(a), 605.04(e), 605.04(f)
Small entity StatUS........ccevveeririeerereresese s 509.02
SOl 201.01
Application
Abandoned (See Abandoned application)
Abstract of thedisclosure............cccoeeveeeeennen. 608.01(b)
Acceptance of 37 CFR 1.47.......ccooevveneerinnne 409.03(h)
Acknowledgment.........ooovereinineineee e 503

Sec. No
AdAressS MiSSiNG ...ccccceviereeniereeeereerese e 403
Allowable except asto form..................... 706, 710.02(b)
Allowed
DefiNItioN ......ccoo i 203.04
File wrapper data..........cccooeevenenneneneee 1302.09
(@0 = ] oo [ 1306.03
REECHION ... 706.05, 1308.01
Suggesting claim for interference...........c........ 2305.04
Amended definition.........ccceeevviievinncecceeeen, 203.03
ATTaNgemMENt.......ccooviriere e 601, 608.01(a)
Design application................... 1503, 1503.01, 1503.02
Assigned (See aso Assignee; Assignment)
ACCESS..... ettt e 106
ATTOWAINCE ... 307
Conflicting subject matter ........ 706.02(f)(2), 706.02(Kk)
.. 706.02(1) to 706.02(1)(3), 706.03(k), 822, 2302
Inventor deceased.........cccovreereneninesenennnnns 409.01(e)
Assignment for examination
Office of Initial Patent Examination............cc..c...... 504
Assignment to examiner for examination......... 903.08(b)
Assignment to Technology Center
for examination..........cccccceeeeenee. 504, 903.08, 903.08(e)
Background of theinvention............cc.ceeeuennee. 608.01(c)
Best mode........cooeevininiiee, 608.01(h), 706.03(c)
Brief description of the drawings...........c.......... 608.01(f)
Brief summary of theinvention..............c........ 608.01(d)
British English Spellings..........ccovvveineiceneninnens 608.01
Certified COPY ....coerveererieirerere e 608.01
Claim omitted.........ccovvererriineeee e 601.01(e)
Clamterminology ......cccccevevievereseseeeseeieenns 608.01(0)
Clams.....ccccvneenenienns 608.01(i) to 608.01(n), 706.03(k)
Clarity and completeness, examiner’'s action........ 707.07
Classification in Technology Center ................ 903.08(b)
Common ownership ............ 324, 706.02(f)(2), 706.02(k)
.............................................. 706.02(1) to 706.02(1)(3)
........................................................ 709.01, 822, 2302
Completeness...........c..... 201.03, 201.06(c), 506, 601.01
.................................................... 601.01(g), 608.01(p)
Conflicting, same applicant...........cccccvveennee. 709.01, 804
.................................................................. 822, 822.01
CONLENE ... e Chapter 600
Continuation (See also Continuation) ................... 201.07
Continuation-in-part
(See dso Continuation-in-part)..........cccceevvereenen. 201.08
DESIGN .. 1504.20
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Application--Application

Sec. No.

Continued prosecution (CPA) (See also Continued
prosecution application (CPA))

DESIGN. v 201.06(d), 1502.01
Continuity between applications...........c.ccccceeunee. 201.11
Control Of ACCESS........covvveerereiieeeree e 101, 103, 106
COPENAENCY ..o 201.11
Copending, DESIgN.......ccceeveveereiesereeeeee e 1504.20
Correction of inventorship.......c.cceceeeeeeeereresenienn 201.03
Cross-noting

Data of parent application in file wrapper or PALM

bib-data sheet or PALM database............ccccoevvee.

.......................... 202.02, 719.02, 719.07, 1302.09
Data of related application, updating................. 201.11
Foreign application, file wrapper/history notation

.................................................................. 202.03

Foreign application, oath...................... 201.14, 202.04
Description of therelated art...........cccceveneeneene. 608.01(c)
Design (See Design application)

Detailed desCription.........c.cccvereeenenererenieenn 608.01(q)
DiStriBULION ... 508
Divisional (See aso Divisional application)......... 201.06

DESIGN. .ottt 1504.20
Drawings, NECESSAY ........coceeerreererreereesiereeseennes 601.01(f)

MisSiNg figUIeS.......cceevrinirereesceee 601.01(q)
Effectivefiling date ........ccccvevvvrvennee. 706.02, 706.02(a)
Electronic SUbMIiSSion O .........cooeenereinneeerenne, 1730
English language..........cooovvviinininreeeeee 608.01
EXamination..........cccooeverenierieienee e Chapter 700
EXBMPIES....ceiiiieicirere e 707.07(1)
Facsimile transmission..........ccoveevveeeerenesnennenen. 608.01
Fee, filing (See SO FEL) ..covvvvvvvcviieeceeceee 607
Field of theinvention...........ccccoeeorieieicinnnne 608.01(c)
File wrapper continuing (FWC)........ccccvvneenene. 201.06(b)
Filing date.....cccooevveevrerrcee 201.11, 503, 505, 511
Filing receipt (See also Postcard, self-addressed)...... 503
Five year pendency ......cccccveeveneceninenn. 707.02, 708.01
FONE. ot 608.01
Foreign (See also Foreign application) . 201.13 to 201.16
[ 1 1S Chapter 600
Government-owned

SPECIA ..o 708.01
Incomplete........cooevrenecenineeennns 203.06, 506, 601.01(d)

.................................... 601.01(e), 601.01(f), 608.01(u)

DEfiNItION.....coeieereirree e 203.06, 506
INFOIMAl ..o 506, 702.01

DEfINITION....cviiiirieeeiriee s 506

Primary examiner's attention required ................. 1004
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Sec. No.
SEAICH....oice e 702.01, 704.01
SPECIA ...ttt 708.01
INSPECHION ...ttt 103
International (See International application)
International Convention (35 U.S.C. 119)............. 201.13
INValid 08EN.......ccoviiir e 604.06
Issue fee not paid (abandoned).........ccccceuenee 711.03(c)
I ssue simultaneously with another application....1306.02
JUFTSAICEION ... 1305
Mode Of OpEration..........cecevereeerereeieseneeennene 608.01(h)
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Chemical compound..........cccooeeereneieneneeneees 608.01(p)
Chemical practice

Enablement.........cccooeievinec e 2164.06(b)
Generic chemical formula.................... 2131.02, 2144.08
Markush ......ccooeevneneiesenieesens 2173.05(h), 2173.05(0)
Chief Administrative Patent Judge...........c.cceee.. 1002.02(f)
Circulars (See aso Publication).........ccccceevvennins Introduction
Citation of prior art
A.P.C. publications.........c.cceceevernennnniencnennne 901.06(c)
Abbreviatures.........ccoocoviveenincicnens 711.06, 711.06(a)
ADSract ......ccoovveevieiciieienne 706.02, 711.06, 711.06(a)
Allowance, Listing at .......cccceeveeveeieereereneesenneens 1302.12
Applicant’s.......ccoceevreenn. 707.05(b), 707.05(d), 1302.12
Complete data.........cooeeuererieeieereee e 707.05(e)
Copiesfurnished..........ccooeeerinnicnennicneen 707.05(a)
(011 ox 1 o] o S 707.05(q)
Correction, period for reply......ccooeevvevevecerniennnns 710.06
CroSS refEreNCeS .....ccivvueiveeeeere e 707.05(e)
Dataused........ccovvevreneeerinenesinennns 706.02(a), 707.05(e)
Decisions, orders, notices, memoranda................. 707.06
Defensive publications...........cccceevenee. 711.06, 711.06(a)
Electronic RESOUICES.........cccvevieveeieresieeiesieenens 707.05(e)
EX@MINEr’ S @NSWES ........ooveerieneeenieneee e 1208
Foreign language documents............ccceeereeriereenne. 706.02
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Citizenship of applicant--Claim

Sec. No.
Foreign patent data..........cccccevvvrvennne 707.05(e), 901.05(a)
Foreign printed applications............ccccccevevvenene. 901.05(b)
Form PTO-892 reproduced..........cccccoerereencruennene 707.05
INCOMTECE.....ceeierieiirieeser e 707.05(g), 710.06
Literature, in specification...........ccoeeveneeennne 608.01(p)
Mailing copy to patent owner .........cccccevveneene. 2206, 2208
MeEMOranNdUM........cccoerieerereeese e 707.06
NOLICES. ..ottt 707.06
Order of lISHNG.....cceerveerereenereere e 707.05(c)
(O 0 1= £ TSP 707.06
Patents series, U.S. (See dso Patent) ..........ce...... 901.04
Periodical ........ccooveerreinneerreeene 707.05(e), 901.06
Prior art effect of international application ...... 706.02(a),
........................................ 1857.01, 1896, 2136.03
Prior art in application ..........cccceun... 707.05(b), 1302.12
Prior artinpatent ........ccceeevevvnennne, 1920, Chapter 2200
Confidentiality ......cocoeeererreerreeereeereee 2202, 2203
CONEENT ... s 2205
Court deCiSION......c.evueeeeeeeiereere e 2207
[ = 110 |1 oo P 2206
Partieswho may Cite........cccccevivveniene s 2203
Service on patent OWNEY ........cooeevvererieniereseneenenns 2208
Timefor filing ..., 2204
PUBIICaLIONS........coiriiiiieieee e 707.05(e)
REFEMENCES.....cecirecee e 707.05
Allowancein first action..........cccceeeveerereninnns 1302.12
From applicant.........ccoceveveeininnens 707.05(b), 1302.12
Citizenship of applicant...........ccccceveneriiienienieneneens 605.01
Civil actionunder 35 U.S.C. 145 .......cceovvreererenne. 1214.01
................................................ 1214.07, 1216, 1216.02
Civil actionunder 35 U.S.C. 146 .........cccovveuenene 1216, 2358
................................................................... 2360, 2361
L@ - 173 o TS 608.01(i), 608.01(k)
“Adapted for” clausesin........cccoceecerereennn. 2106, 2111.04
“Adapted to” clausesin.......ccccceeceverernennn, 2106, 2111.04
Added by amendment ...........cccceveeeviie e, 608.01(0)
Resultsin change of inventorship...........c......... 201.03
Added in excess of number of claims previously paid for
.......................................................................... 714.10
After prosecution closed.........cccocvvevenene 714.16, 714.19
After prosecution closed, near end of time period
.......................................................................... 714.20
AQOregation .......ccoeeeereneneneese e 2173.05(k)
All AlTOWED. ... 710.02(b)
All canceled.......ccoovveiiieeee e 711.01
Allowable except asto form...........ccceeunee 706, 707.07(a)
.............................................................. 707.07(j)
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Sec. No.

Allowed, Regjection of ........ccccevvvererennnn, 706.04, 706.05
Allowed, Withdrawn appeal ...........cccceeernvrinnnn. 1215.02
Alternative phrase (See a'so Indefinite claim)

Antecedent basis (See also Indefinite claim).. 2173.05(e)
Basisin description ..........ccceeeverenenen. 608.01(0), 2171
Basisin disclosure.........cccceevevveeeeciveeeeeeene 608, 2163.03
Breadth.........ccooovveiiinieennn 2163.05, 2164.08, 2173.04
Broadening in reissue application ........ 1412.02, 1412.03
Dependent claim ... 1412.03
Cancellation by examiner after appedl ................ 1214.05
Cancellation results in change of inventorship......201.03
Change after Board statement of allowability .....1213.01
Combination, old.........cccceeevvrinvirienerecene 2173.05())
Combination and subcombination.................... 806.05(a)
COomMPriSINg....ccooereeereneeeneeeneseeens 2111.03, 2173.05(h)
Considered in deciding reexamination request

Consisting essentially of .........c.ccocvniniiienennn 2111.03

Consisting Of ......ccceverererierinieeneen 2111.03, 2173.05(h)

Construed in light of specification ................... 608.01(0)
................ 707.07, 804, 1206, 2106, 2111.01, 2111.03
....................... 2129, 2145, 2164.08, 2173.05(a), 2184

Copied from patent (See Claim presented corresponding
to claim of patent)

Correspondence with disclosure........... 1302.01, 2173.03
Defined by specification, term ..........ccccooeeerenene 2111.01
[D]= 1< 310 = | AR 608.01(n)
Dependent, objected to when improper ............ 608.01(n)

.......................................................................... 706.01
Dependent on canceled or rejected claim......... 608.01(n)

.......................................... 706.01, 707.07(j), 1214.06
Design application..........cccceevevievenennnnnns 1503, 1503.01
Differing only by functional statement................ 2173.05
Diminishing SCOPE.........ccovrveerinieeriesieereeneene 2173.05(h)
Disclaimer......coccovveveeiivecseseen, 706.03(u), 710.02(d)
Doubleinclusion .........ccccccvvevvenenceceereeseie 2173.05(0)
Duplicate.......covevveeereeieeereeienens 706.03(k), 2173.05(0)
Each mentioned in letter.........ccooevevecevecienene, 707.07(i)
EQUIVAIENCE........coeeeeeeee e 2183
Excess added by preliminary amendment over number of

claims previously paid for ........cccccevvvvrnrennnn. 714.10
Excess over fee after notice of allowance......... 714.16(c)
Fees, dependent.........cccovevevene s 608.01(n)
File wrapper notation ...........coccoceeeerieienesecnenens 1302.09



INDEX

Claim presented corresponding to claim of patent--Claim presented corresponding to claim of patent

Sec. No.

Foreign priority (See also Foreign application) .... 201.13
.......................................................................... 201.14
FOIMLce e 608.01(m)
Function of maching.........ccoceoveeeiniencienne 2173.05(v)
Functional .........coeevineininceeeee 2114, 2173.05(g)
Generic (See aso Generic claim)......ccccceevveennene 806.04(d)
.................................................................... 2173.05(h)
[llustrated by drawing.........ccc.c...... 608.02(d), 2173.05(s)
Improvement (i.e., JEPSON Claim).......cccccevererenienenn 2129
INACCUNALE........e et 2173.03
INCOMPIELE ..o 707.07(j), 2172.01
INEfINITE..cve e 706.03(d), 2173
Independent..........cccooe v 608.01(n)
10 L= SRR 719.04
Indirect limitation .........cccccecevvenene. 706.03(d), 2173.05(f)
INFOrMAl ..o 702.01
International application ..........cccocevveveveeeseeeeseennn, 1824
Interpretation................ 2111, 2111.01, 2111.02, 2111.03
JEPOSON .. 2129
LinKing......coeevineeninecneneee 806.04, 806.05(c), 809,
......................................................... 809.03, 821.04(a)
Linking, GENEXiC.....ccevvveevreereeeeenes 806.04, 821.04(a)
Linking, Traverse of rgection..........c.ccccevueuee. 818.03(d)
Markush.......ocoeevvneeenniinrieen, 2173.05(h), 2173.05(0)
GENENIC ..o 803.02
SUDGENUS......oooueeieiesieeie et 2173.05(h)
SUPPOIT .t 608.01(p)
Means (See alSO MEANS) .....cooeieveineieieeeeeee e 2181
MISSING ..ot 601.01(e)
Multiple dependent ...........ccoecvveveeeeveerere s, 608.01(n)
MUItIPlICILY oo 2173.05(h), 2173.05(n)
Negative limitation ..........cceeeeeriereie i 2173.05(i)
New matter.......ccccoveveereerennen. 608.04, 706.03(0), 2163.06
Reissue application...........coeeeerireecneneccneene 1411.02
Nonelected invention..........cccceevevevevenesnnnne 706.03(m)
............................................ 821.01, 821.02, 821.04(a)
Nonelected invention, Added...........ccoooeiirinenene 821.03
NONSEBLULOTY ..o 706.03(a)
................................................................ 2105 to 2107
Nonstatutory, Cancellation ...........c.ccoeeeerenene 1302.04(b)
NUMDENNG ..o s 608.01())
Objection contrasted with rgjection .............c........ 706.01
Official Gazette (O.G.)..coeerereeerireerereeenieae 1302.09
Oomnibus claim.......ccccov e 2173.05(r)
Ordinary and customary meaning............. 2106, 2111.01
Origingl ..c..oeeeeiieeicee e 608.01(1)
Patentably disStinct...........ccoveveenenninieeene 706.03(k)
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Sec. No.
Plain meaning of claimterm .........cccccccevevevvenene 2111.01
Plant application..........cocooerevenenenieieseee 1605, 1610
PIUREL ..o 706.03(k)
Priority (See also Foreign application).....201.13, 201.14
Product, FUNCLIONAL .........cooeveeiieeeeeecee e 2114
Product by process........cccoevvvvreeennnene. 2113, 2173.05(p)
Prolix (See also Indefinite claim).................. 2173.05(m)
RANGES......coierieererieereee e 2131.03, 2145.05
Reference numeralsincluded ....... 608.01(m), 2173.05(s)
Reissue application
NUMDBENNG ..eveeveecececec e 1453, 1455
Original claim subject to reexamination ............... 1440
Printed in Official Gazette...........cccceeveveveiiinnnne 1455
Sameinvention as original patent .................... 1412.01
Underlining and bracketing.........c..cccccvueue. 1453, 1455
REECHION ..o, 706, 2121 to 2186
Relative terminology .........coceeeereeeneenenienenienn 2173.05(b)
Renumbering at issue.........ccccoeeeeneneee 608.01(j), 1302.01
Renumbering dependent.................... 608.01(n), 1302.01
Singlemeans........cccocvvvevievenece e, 2164.08(a), 2181
Single SENteNnCe........cccoveverereneneeeeeeeie e 608.01(m)
Species, how recognized .................. 806.04(e), 806.04(f)
Species (plural) added..........cceevereeriinicenene 818.02(b)
Statutory requirement..........coeeevereereenereneenes 608.01(k)
Subgenus (Markush type).......ccceeveeeerereesiennnns 2173.05(h)
Subject matter eligibility ... 706.03(a)
Suggested for interference...........ccc.c...... 2305 to 2305.04
Faillure to make .......cccoeveeenincienee e 706.03(u)
Time Mt ..o 710.02(c)
Summary of invention, consistent.................... 608.01(d)
Terminology basisin description...............c...... 608.01(0)
..................................................... 2173.01, 2173.05(a)
UNSUPPOItEd......c.coveeeerieeeeseeeeseene 2163.01, 2173.03
USE ClaMS...cviicierieere e 2173.05(q)
Vague (See also Indefinite claim) .. 706.03, 2171 to 2173
Varying SCOPE....c.ceruereeriereerieruesreseeeeeeseeneeseens 608.01(m)
“Whereby” clauseSin.......cccccevevereneeninnn 2106, 2111.04
“Wherein” clauseSiN........ccceceeveeeveeceeeenne 2106, 2111.04
With motion granted inpart .........ccccceevevvevereneennn, 714.20
Withdrawal of appealed claim.............. 1214.05, 1215.03
Claim presented corresponding to claim of patent (See also
Interference)........ccoeeevvveeenene, 710.04(a), 2306 to 2308.02
After alowance. ......ccoevvvvivvveinceceereee e 2307.03
Appeal of rgection.......cccccceveeeeveeievene e, 1205, 1210
Disclaimer regJection ..........ocevvveverenerienieeens 706.03(u)
Interference pending..........cccooeverenenenieencienens 2364.01
Late amendment .........ccceoerenerenenenieseeeeee e 714.19
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Claiming same invention--Commercial exploitation as on sale

Sec. No.

Not areply to Office action................ 711.02(b), 2307.01
Originmust be stated ........cccoeeveeveeveveccneveceee, 2307.05
Patent filing date later than that of application ... 2306.01
Patent in different Technology Center ..................... 2306
Period for reply .....ccoovveenineccie 710.02(c), 710.04(a)
Prosecution closed ........c.cccveevereneniennn 714.19, 2307.03
REECHON.....ciiiiecece e 2307.02
TC Director’ s attention...........c.cceeeveeeerceeseeieeneenen. 1003
Rejection, Failure to reply to ......ccooevvvrieeeenne. 706.03(u)
SPECIA ..ttt 708.01
TC Director’ s attention required..........ccccvvevrverennene. 1003
Time limit for reply.....ccocevvevieviecieiecececeeee, 710.02(c)
Claiming sameinvention.................. 706.02(f)(2), 706.02(k)
...................................... 706.02(1) to 706.02(1)(3), 715
ClaSS, SCOPE....veeeeeeeeerieseere et e e e ees 903.02(b)
Class, tranSfer.......cvveeeree s 903.05
Class definitioNS.......ccooveevirerieesee s 902.02

BaSIS... e 903.02
BUITELIN . 902.04
DEfiNItioNS.....ccccveeeeresec e, 902.02, 902.02(a)
[DI=STo o DS 903.09(a), 1503.01
Examiner (See Classification examiner)
FOreign PatentS.......cooeveeereeeeceereereseese e 903.03
Index to U.S. Patent Classification.................... 902.01(a)
Classification, Internationdl ............ccccoeeierenens 903.09
INAICES. ... 902.03
INfOrMALioN ......c.coverieirice e 902.03(a)
Insight on USPTO Local AreaNetwork........... 902.03(c)
INternational ..........ccccovveveenence e 903.09
I ssue classification form/sheet/dlip ......903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
Locarno International............coeeeeevenecenenennenn 903.09(a)
Y= g0 = 0] YOS 903.07
MaANUEL ..o 902.01
Patent classification Home Page on the Internet
...................................................................... 902.03(a)
Nonpatent literature........ccoovvveeeveeeeeceerereseseseens 901.06
Numerical INAEX........cevvevevenere e 902.03(c)
OFAErS ..ot 902.04
Patent, Change of ..........cccccvvevniicinereeeeeee 903.05
Patent Classification Home Page on the USPTO Intranet
...................................................................... 902.03(b)
PriNCIPIES ...oveeeeeeeee e 903.02
REVISION.....coiieiireece e 903.02(a), 903.02(b)
Rules governing applications...........c.cccceevvveuene. 903.08(e)
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Sec. No.
Statutory authority ........ccceveverieveesiesie e 903.01
SUDCIASS lISES ..cveveeieiicieieesee s 902.03(c)
Classification examiner
Decision on classification............. 903.08(d) to 903.08(e)
Patentability report.........ccovevvevenneneicneee 705.01(a)
Classification of application..........ccccceeeveiennnns Chapter 900
Allowed application...........ccccceeneee. 903.07 to 903.07(b)
.............................................................. 1004, 1302.10
Amendment affecting.........coccccvererninennenen 903.08(c)
Borderling........cooeevineinieee e 903.08(a)
By appliCant .......cccoceveeireceeeere e 601
CroSS-referenCing ......c.cceeeeeeeereereenesieseeseeeens 903.07(a)
[DIES o017 o [OOSR 903.08(a), 903.08(d)
File wrapper data..........ccooeveereeneneeneneeereneeiens 719.03
Improperly classified........ccooevvveiciieicneieenns 903.08(a)
In another Technology Center at allowance
............................................ 903.07(b), 903.08(a)
New application, by Office of Initial Patent
Examination.............cceeueuene. 903.08(a), 903.08(€)
New application, by SPE........c.cccceeevvnieinnnne 903.08(b)
Post Classifier ... 903.08(e), 903.10
Preliminary ... 601
RUIES QOVEINING ..o 903.08(e)
Transfer to another Technology Center............ 903.08(a)
..................................................................... 903.08(d)
Classifier, POSt.......cccccvriienneinnieeneniene 903.08(e), 903.10
Clean copy of specification .................... 608.01(q), 1302.02
Clearance for new law interpretation............cccoveeeereene 1208
Closed prosecution except for formal metters........ 707.07(j)
................................................ 710.02(b), 714.14
Prosecution not closed..........ccooeienenenenieene 707.07(j)
Closing of Patent and Trademark Office............ 201.13, 510

Code of Federal Regulations (CFR) (See Rules, Patent
(Code of Federa Regulations))

Coinventor, Power of attorney........ccoceeeeveeveevvereeseennn, 402.01
Collateral estoppel (See also Estoppel) ......cccoceveeneee 2012.01
Ex parte reexamination ............cccooeveeenenenenenenennene 2259
Inter partes reexamination ...........ccoccevererenenesennne 2659
Combination and aggregation............ 2173.05(j), 2173.05(k)
Combination and subcombination............cccccueeen. 806.05(a)
............................................ 806.05(c), 903.02(b)
Comments on tests or examples..........cccceeeverennnne 707.07(1)
Commercial activity as on sale (See aso On sale)
........................ 706.02(c), 2133.03 to 2133.03(¢)
Commercial exploitation ason sale
(SeeadsoONsAE) .cevcevieeiinnne, 706.02(c), 2133.03(e)(2)



INDEX

Commercial success of invention, affidavit alleging--Consular certificate

Sec. No.

Commercial success of invention, affidavit alleging (See
also Affidavits, traversing rejections (37 CFR 1.132))
........................................................... 716.03, 1504.03
Commissioner for Patents
(See aso Director of the USPTO; Office of the
Commissioner for Patents) 409.03, 708.01

720.01, 720.02, 720.03

Action requiring attention of
Failure to identify claim as copied from a patent

................................................................ 2307.05
Duty of Disclosureto......ccccceeeveveresennseesenennn, 2001.03
Mailing address.........cccccevevenievesesese e 501
Statutory Dasis........oceeeeeeeire 1001

Commissioner initiated reexamination (See Director
initiated Reexamination)
Commissioner for Trademarks
Petitionsdecided by ........cccoeveveeceveieieciei, 1002.02(i)
Commodity Control List (CCL) ....cvverererieieieieie e
Common applicants......... 715.01(a), 706.02(f)(2), 706.02(k)
706.02(1) to 706.02(1)(3), 709.01, 2137
Common knowledge, usein rgjections.....................
Common ownership ......706.02(k), 706.02(1) to 706.02(1)(3)
Conflicting claims..........cccveevirecniene. 303, 706.02(f)(2)
....................... 706.03(k), 709.01, 804, 822, 2302
Evidence required for establishing................ 706.02(1)(2)
Common representative for international application
402.09, 1807
Communication with suspended or excluded attorney or

Companion case, retention label 1302.07
Comparative tests (See also Affidavits, traversing rejections

(37 CFR 1.132)) e 716.02(b)
Complete application ........ 201.03, 506, 601.01 to 601.01(g)
Complete British specification..........c.ccoceeeveieieneene 201.15
“Comprising” astransitional phrase.........cc.ccecevuenne. 2111.03
“Comprising” in Markush claim ..........ccccceevvenene 2173.05(h)
Compact disc submissions................ 608.05, 2421.04, 2425

AmeNdmMENtStO......ccoeverereeerereerereeereeee 608.05, 2426
Computer Programs.........ccceeeereseseneens 608.05(a), 2425
REQUIrEMENES ..o 608.05
Sequence ListingS.....cccveveveevere v 1823.02
................................................ 2420, 2422.03, 2424.01
Tables....ccooieireereeeas 608.05(b), 1823.02, 2424.01
Computer generated iCoNS.........cccvvereeerereeerrenenne 1504.01(a)
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Sec. No.
Computer programs or software
Adequate disClosUre..........cccoveevierececeeees 2106.02
Affidavit practice .......ooveeeevereineeeeee 2106.02
Best MOdE.......ooeeeeeieeeeeee e 2106.01
Deposit Of 1iStings .......cocvereeereneeereene 608.05, 608.05(a)
Enablement........ccoooveiiineinene e 2106.01
Patentable subject matter.........cccoovveevievccenenieee 2106
Printed in PG-PUD ..o 1121
Undue experimentation ...........ccccveveereeeneneeens 2106.02
Written description...........ccccoeevenennenencneneenne 2106.01
Concealment........cccevcevevvcercecceere e 608.01(h), 2138.03
Conception........coevrvruennn 715.07, 2138, 2138.01, 2138.04
Concordance, International and United States classification
.................................................................. 903.09
Concurrent Office proceedings.........ccccceveverievesiesnnnnns 2282
Conduct of ex parte reexamination proceedings............ 2254
Conduct of inter partes reexamination proceedings......2654
Confidential citation of prior art..........c.ccceeevnenene 2202, 2203
Confidential material .........coceeevvvveeennene 121, 724 to 724.05
Confidential material submission ...........cccceune... 121, 724.02
Confidential party of interest..........cccovevererene. 2202, 2203
Confidential status of application.............. 101, 706.02(f)(2)
Same applicant ................... 706.02, 706.02(c), 706.03(k)
............................................. 709.01, 804, 822, 822.01
(U [ S (o ) O 201.06(d)
Confidentiality, pending applications................ Chapter 100
Confidentiality of international applications................... 110
Confirmation NUMDEY ..o 503
Conflicting applications, same assignee...........ccocevereennen. 303
................................... 706.02(f)(2), 706.02(k), 709.01
....................................... 715.01(b), 804.03, 822, 2302
Conflicting applications, same attorney.......... 2309.02, 2305
Conflicting oaths or declarations..........cccccvcveervenenne. 201.03
Congress, Inquiry on status of application by member of
............................................................. 203.08(a)
Conservator, Authority recorded ..........cccoveveecveivennenn. 409.02
Conservator, Legally incapacitated inventor .............. 409.02
“Consisting essentialy of” astransitional phrase.....2111.03
“Consisting of” astransitional phrase.............cccce.e... 2111.03
“Consisting of” in Markush claim............c......... 2173.05(h)
Constitutional basisfor patents............ccccceevennens Introduction
Constructive election (See also Election of species)
.................................................... 818.02(a), 818.02(c)
Constructive notice to patent owner of request for
FEEXAMINGLION ..o 2230, 2630, 2654
Constructive reduction to practice..........cccevevererrennn. 715.07
Consular certifiCate.........covvreriieienene e 604.04
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Consular certificate, Foreign executor or administrator--Continued Prosecution Application (CPA)

Sec. No.
Consular certificate, Foreign executor or administrator
.................................................... 409.01(b), 409.01(d)
Consular certificate, OmissSion Of ...........cccceeerennene 604.04(a)
Consular OffiCaN ....ccoeeeeeeere e 604.04
Content of ex parte reexamination request ................... 2214
Content of inter partes reexamination request .............. 2614
Continuation..........coeeererveeenn 201.06(c), 201.07, 601.01(a)
Assignment carried from parent.................... 201.12, 306
Continued prosecution application (CPA) ........ 201.06(d)
COPENENCY ..o 201.11
Cross-reference to prior application...................... 201.11
DEfINItION.....coiceieecee e 201.07
DESION ..t 1504.20
Effectivefiling date ........cccooeeveiniieiniecee 201.11
File wrapper continuing (FWC).......cccceevevveneene. 201.06(b)
File wrapper/history notation...........c.cceeevevvernnnnns 202.02
Final rgection on first action..........ccccceevvvenenee. 706.07(b)
Identification on letter of transmittal ............ccccceeeee. 506
INSPECLION Of PArENt ......oveveveiecirieeee e 103
Inter partes reexamination of ..........cc.cceevvveveeeeeceennn 2611
Internationa application ...........ccocevevvrenereriennn 1817.02
International application as parent........... 201.11(a), 1895
Inventor, at least onein commonN..........ccccceevuenne. 201.11
NEW MEer ..o 201.07, 608.04(b)
Ot ... 602.05(a)
OWNEISNIP.c.c v 201.12
Parent application datain specification ................ 201.11
Parent application data noted in file history/wrapper
........................................................... 202.02, 1302.04
Reference to parent application ..........c.cccceevveenen. 201.11
Reference to parent application inadvertently omitted
........................................................................ 1302.04
REISSUE......iiieee e 1414, 1441, 1451
RESIFCHON....veieeeeee e 819
01 (o) I 201.06(c)
RUIE 1.53(d) ...vveeeeeerieiresieeseeeee s 201.06(d)
Rule 1.60 application, Former ...........ccccocevveuene. 201.06(a)
Rule 1.62 application, Former ...........ccccocevueuene. 201.06(b)
Terminal disclaimer, effect in.......ccoovvevviiennee 1490
Timefor filing.......ccoovveeevereiese e 201.11
When patented, opens parent application to public
INSPECLION ...ttt 103
Written description requirement ..........ccoeeevenee. 201.11
Continuation-in-part........ccccceeeevvrierernnnne. 201.08, 601.01(a)
Assignment from parent does not apply ........ccccceeee.. 306
COPENAENCY ..ot 201.11
Cross reference to parent application.................... 201.11
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Sec. No
DEfINIION ...coveieeee s 201.08
Design appliCation..........covevreneeeseneseniere e 1504.20
Effectivedate ........cccoveenenenee 201.11, 706.02, 2133.01
File wrapper continuing procedure................... 201.06(b)
File wrapper/history notation .............ccccveeerieneenns 202.02
Filed by @SSIgNEe......cccoeevevecere e 324
Identification on letter of transmittal .........ccccvceeeeeeneee 506
INSPECLION Of PArENt.......coveeeeiriieeiereeee e 103
Inter partes reexamination of ............ccoceveevrenenenen 2611
International application..........ccoceevvevererieicnienenn 1817.02
International application as parent ................... 201.11(a)
Inventor, at least onein common ...........cccceeeeeenee. 201.11
OWNEISNIP ..ttt 306
Reference to parent application............ccoceeeeereenens 201.11
Rejection over published priority document ....... 2133.01
RUIE 1.53(D)....ccveeeieiecrcesecee e 201.06(c)
Rule 1.62, FOIMEr ......ccooviierinenereneeeeieene 201.06(b)
Timefor filing......cccoeerinere e 201.11
When patented, opens parent application to public
19157 o o] o IS 103
Continued Prosecution Application (CPA)......... 201, 201.06
..................................................................... 201.06(d)
Amendments before first Office action............ 714.01(e)
Application NUMDEr ..o 503
Assigneeright to take action .........cccccevvveeveneveeeenne, 324
Certificate of mailing or transmission..........c.cccceeuee.e. 512
Complete non-provisiona application .................. 601.01
..................................................................... 601.01(a)
Continuation-in-part not permitted............cocoevenee. 201.08
Continuity with parent.........c.ccceeveeveeveeienesene e 201.11
Correspondence. ........coeeeveeereneeeeneeie e 502, 502.01
Cross reference to previous application ................ 202.02
Design application...........ccceeeeeriennne 201.06(d), 1502.01
Eliminated for utility and plant applications.... 201.06(d)
Express abandonment of prior application............ 711.01
..................................................................... 711.02(b)
Fees
Asof thefiling date.........cccveviircinincnens 2164.05(a)
Reissue application.........ccocvvevvvenerieeiereeneneseens 1415
FOreign Priority ...ccccveeeevesese e 201.14
Improper CPA treated as RCE ......... 201.6(d), 706.07(h)
Information disclosure statement in parent .......... 609.02,
707.05
Inter partes reexamination of ..........ccccceeevenierennennn, 2611
Patent term ......cooeevereeseee e 1303, 2701
Plant application, no longer available............... 201.06(d)
PrOTY eoeeeeceecceeee e 1302.04



INDEX

Continuing application--Correspondence

Sec. No
Published as PG-Pub .........coceoiiinciiee 1120
REISSUE ...ttt 1430
Restriction requirement in prior application.............. 819
SUSPENSIoN Of aCHTON .......ccoveeieieee e 709
Terminal disclaimer, effect iN......ccocovveeeevciieces 1490
Utility application, no longer available............. 201.06(d)
Continuing application.................. 201.11, 1302.12, 1302.04
Specific referenCe ... 201.11
Continuing data (See also Cross-noting)........c.ccceeee... 202.02
Continuity between applications.........c.ccoeevereennne. 201.11
Control of inspection by assignee ..........ccecveveevvevererennn, 106
Convention, International (See also Treaties) ............ 201.13
Converting nonprovisional and provisional applications
.................................................... 201.04(b), 601.01(c)
(0007 010 (= o Tos Y S 201.11
Copending U.S. application
Common ownership......ccccceeveeens 706.02(k), 706.02(1)(2)
Design application .........ccccoeievenenenencnceeeene 1504.20
Different inventive entities...........cccoceveennee. 706.02(f)(2)
................................................ 706.02(k), 706.02(1)(3)
Duty of disClOSUr€iN.......ccceeveeeeeieeiesece s 2001.06(b)
Terminal disclaimer practiCe.........ccvvevevievecnieenns 1490

Copied patent claim (See Claim presented corresponding to
claim of patent)

COPIEN COPIES.....veeueeeeeeriesiesiestestesreeseeeeneeeeseesseseesnens 714.07
Copies of prior art with reexamination request
EX PArte......co ot 2218
INTEN PAMTES.....ciieeeie et 2618
Copies of published applications............c.cccverecerennnne. 1128
Copy of foreign application, certified...........cc.coeuene. 201.14
Copy of printed patent in reexamination
EX PArte......co it 2219
INTEN PAMTES... oo e 2619
Copying ex parte reexamination file by public............. 2232
Copying inter partes reexamination file by public........ 2632
(000701, 0] 1 (=TS 608.01(v)
Relationship to design patents.........ccoceeeeeereeeeeeenen. 1512
Correction of drawing ..........cccoeeeeeerenenn 608.02(p), 1302.05
Annotated Sheets.......ccoovvveeevceecccesee e, 608.02(v)
Approval by examiner ........cccceeevevievennseseene. 608.02(x)
Corrected stamp no longer required.................. 608.02(0)
Deferrable........cooeonniiiicie, 608.02(b), 608.02(p)
Marked-uUp COPY ....cceverveeeeerieenienieeseeseeesieseens 608.02(V)
NEW MELEN ... 608.04
NOL BPPIOVED ..o 608.02(x)
Order fOr ..ovvviveececee e 608.02(x)
Replacement sheets........ccocoeervreecnae 1302.05, 1303.01

1-21

Sec. No.
Required by drafting.........cccceevvvvienienenieeiennns 707.07(c)

Correction of inventorship
APPHCALTION....ceiiieieeeeeeeeeee 201.03, 605.04(g)
Consent of 8SSIgNEL.........cceruirreeriiieeree e 201.03
Continuing application..........cccvereeneneieneneenn 201.03
During ex parte reexamination.............cccceceeernns 2250.02
During inter partes reexamination............ 2658, 2666.03

In a patent

By acertificate of correction.................. 1412.04, 1481
By filing areissue application ............... 1402, 1412.04
1Y TES o] 0o [=: PR 1412.04
PTO Procedure........ccoeverere e 605.04(0)
Correction of name.................. 201.03, 605.04(b), 605.04(c)
Correction of patent..........ccccveererrererniesenens Chapter 1400

By reexamination (See Reexamination, Ex parte;
Reexamination, Inter partes)

By reissue (See also Reissue application) ... 1401 to 1470

Certificate of correction ...........ccocveenenennens 1480 to 1485

Statutory disclaimer (See also Disclaimer; Termina

iSCIAIMEN) ...veeeceeeee e 1490
Correction of PG-PUD. ........cccooveiiviinerineneseeseees 1130
Caorrection of reference citation................ 707.05(g), 710.06
Correspondence (See also Mail stop)

Address of PTO......cccceiveveiieceee e 501, 502
Addressin secrecy order applications..........ccceveuee. 120
Address of patent OWNEr.........ccoevveveverecieseseseenens 2622
Address, official mailing.........ccccooereieninnincee 501
Addressof alaw firm ... 403
ASSOCIAte GLOMNEY ... 403.01
Boxes (See Mail stop)

Continuing application..........cccceeveeeeveeieereeneenns 201.06(c)
Crossing iNMall .....ccevereeieeeie e 714.05
Duplicate filings.......cccocevrerienne. 403, 502.04, 714.01(a)
Electronic mail ....... 502.03, 713, 713.01, 713.04, 713.05
Facsimile transmission .........ccoeovevecneneicnenienens 502.01
| dentifying with issue batch number (no longer required)

........................................................................ 1303.01

MaintenanCefee ... 2542
Plural attorneys.......ccceeeeeeeevesie e 403.02
Post AIIOWANCE.........coeerieireeereee e 502, 1306
Published application ..........cccccevviieienenecieeceeeein, 1134
Receipt and handling...........ccoovevenenicnnnne. Chapter 500
Reexamination, eX parte.........ccceoveveeeeeneneneseenens 2224
Reexamination, inter partes.........ccooveveceeverereesennnn, 2624
Signature requireMeNts..........ccoeeveeereeeeveereeseesnens 502.02
Third party, application published............cc.cccoenne. 1134
Withwhomheld.........ooooiiiii e, 403
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Counter-terrorism inventions, specia status--Deceased inventor

Sec. No.
Counter-terrorism inventions, specia status.............. 708.02
Counting aCtiONS.......c.ccceieeeeeeiereese e seens 1705
Countriesfor foreign priority .........cccceeeeeeeeenenennneens 201.13
COUNLIY COUBS ....oveeertiriieieee et 1851
COUPONS ..ot Introduction
Court decision
Certificat@ Of ....oovvvececeece e 1216.01
(0117 1700 o [ 707.06
Dissemination Of .........cceovevereniesinie e 1720
Entry in patent file ... 2207
Treatment Of .......covvereinire e 1721
Unpublished deciSions..........cccceceeeveneceseceeeeen 2677
Court of Appealsfor the Federal Circuit (CAFC)
..................... 711.02(b), 1002.02(k)(1), 1002.02(k)(3)
...................................... 1214.06, 1216, 1216.01, 2358
Appedl to, from an ex parte reexamination.............. 2279
Appedl to, in an inter partes reexamination
................................................................... 2682, 2683
Court ordered inter partes reexamination................. 2686.04
Court papers, service on Director..........coveveeeveereenieneens 1216
Cover sheet — provisional application.................. 201.04(b)
CREATE Act (See Joint Research Agreement)
Credit Card Payment Form PTO-2038 reproduced......... 509

Criteriafor deciding ex parte reexamination request .... 2242
Criteriafor deciding inter partes reexamination request

.................................................................................... 2642
Cross appeal to the Board of Patent Appealsin inter partes

FEEXaMINGLTION ......oiviieiieiee e 2674
Cross appeal to the Federa Circuit in inter partes

FEEXAMINALTION .....c.vveieererererre e 2683
Cross-noting

Data of parent application on file wrapper/history
........................................................... 202.02, 1302.09

Data of provisional application in specification.. 1302.04
Data of provisional application on file wrapper/history

.......................................................................... 202.02
Data of related application in specification........... 201.11
........................................................................ 1302.04
Foreign application cited in an application oath
............................................................. 201.14, 202.04
Foreign application, file wrapper/history.............. 202.03
In original patent file of reissue application.......... 202.05
Reissue applications..........ccoceevenerercnenennenn 1451, 1455
SPECIfiC rEfErenCe ...covvveeeeeeeesec e 201.11
Cross-reference
Another application (See also Cross-noting) ...608.01(p),
................................................................... 1302.04
Rev. 3, August 2005
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Sec. No.
Art COlECHION.....cceieeeeeeeee e 903.02(c)
At alowance.........ccovvveeivineneneeenes 903.07, 1302.04
CItING. vt 707.05(e)
Noted during examination............cc.cccceereeuenen. 903.07(a)
Required for al claimed disclosure.................. 903.07(a)
Crossed MailiNgS ....cccvevveevereeeeesese e 714.05
Customary meaning of claim term.................. 2106, 2111.01
Customer Numbers............. 402, 403, 711.04(c), 2515, 2540
Change of address........c.coeeveneneneicneneesee 601.03
Correspondence relating to........c.cooeeevereienenieicsennee 403
Customer Service Center .........ceueuene 104, 508.04, 608.02(2)
.................................... 714.13, 1430, 1470, 1730
Customer Window .....103, 501, 502, 505, 710.02(¢), 714.13
................................................... 1430, 1470, 2422.09
D
D-10 NOLICE ...veveetereeresterieie e et saee st saenens 130, 1304.01
D-11 NOLICE...cveieieeeeeeeeeee et 1103
Damage, Proof of irreparable...........ccocevveeeeenene. 409.03(g)
Databases (See Electronic databases)
Date
Amendment ... 505, 511, 512
............................................ 710.01(a), 710.05, 714.18
Citation of foreign patent ................ 901.05(a), 901.05(b)
CONVENLION ... 201.13
FIliNG .o 201.11, 502, 503, 505, 506
...................................................... 506.02, 1002.02(b)
Filing, Refusal to accord ........cccovveeeeenee. 506.02, 2133
Foreign application (priority) ...... 201.13, 201.14, 201.15
INVENLTION .o 2137, 2138
Maintenance feesdue..........cooevvreneneneenesese e 2506
OffiCE aCtION....cceeeececeee e 707.11
Office stamp.....cccovvevvvvreresesiennn, 502, 505, 506, 714.18
Reference........ccooevvevvvinnnnne 706.02, 707.05(€e), 707.05(f)
................................................. 715, 715.01, 715.01(c)
Technology Center Stamp..........ccveeeeeeereeneereeseeen 714.18
Date no longer entered on drawing............ccceveeeeee. 608.02(0)
Date of execution of 0ath..........cccceeevvrninncncneennn, 602.05
Date stamp, Technology Center ..........ccocvvveveeveereennnns 714.18
Death of attorney .......cccccevecieievece e 406
Death of inventor (See also Administrator or executor)
........................................................... 409 to 409.01(f)
Deceased inventor
Allowance not withdrawn ..........c.ccccvevverninenenn 1303.03
Legal representative as applicant ............ 409.01(a), 1820



INDEX

Deceptive intent--Deposit account

Sec. No.
Proof of authority of ........ccccccevvveiieviciiene 409.01(b)
Legal representative refusesto sign.................. 409.03(c)
Deceptive intent (See also Fraud; Inequitable conduct)
Biotechnology process.........ocvererereeserenuennes 706.02(n)
Foreign filing licenses........c.ccovvveeenieenne. 140, 706.03(s)
T 1701 00T S o o 201.03
REISSUE.....coiieieierieice e 1402, 1414, 2012
Decision
By Board of Patent Appeals and Interferences........ 1213
........................................................................ 1302.14
Dissemination Of .........ccocovireininennene e 1720
Ex parte reexamination............ccoceeeeveeeeieeieeiennens 2277
Inter partes reexamination............cccceeeeueene 2681, 2682
Reconsideration of ..........cccceeeevevenienescnceeene 1214.03
Treatment Of ... 1721
L0717 1o o SR 707.06
Ex parte reexamination rehearing request ............... 2240
Governs examiner’Saction ..........cccceeveveenne. Introduction
LiSted ..o Appendix 11
Oninterference Motion ..........cocveevinerenecnieenes 2340
Ordering ex parte reexamination ...........ccccceeevvenene 2246

Ordering inter partes reexamination (See
Reexamination, Inter partes: Decision on the request
for inter partes reexamination)

Public availability ........ccccoevrriinreceeneeeeeere 103
Publication Of .........cccoveirnince e 707.06
Declaration (See aso Oath)........cccooeiiniiininienieene, 602
After appeal ..o 1211.02
AMENAMENT......ooiiieeeeeeerere e 602.01
Attached to specification .........cccccevevvrvvrenenne. 605.04(a)
Change of inventorship........c.ccccvevvevrienerenienenenn 201.03
Copies, filiNg Of .....ccoeiiiiee e, 602
Copies from prior application..........ccoeeevereenene 201.06(c)
Date Of EXECULION.......cceeeeeeeeieeeere e 602.05
DEfECHIVE. ...t 602.03
Delayed filing ......ccoeeeevieieiece e 506
Executed before dterationsmade..................... 605.04(a)
Facsimile transmission...........coceeeveveeeecenennns 502.01, 602
Foreign priority applicationslisted.............ccc....... 201.14
......................................................... 201.14(c), 202.04
International application......... 1820, 1893.01, 1893.01(a)
....................................... 1893.01(a)(1), 1893.01(a)(2)
............................................ 1893.01(a)(3), 1893.01(€)
................................................ 1893.03(a), 1893.03(b)
................................................ 1893.03(g), 1895, 1896
Inventor refuses to sign or cannot be found............... 603
MiINOTE, BY ..o 409
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Sec. No
NON-ENglish .....ocveeeeee e, 602.06
Plant patent application............ccceevveveeienieieseneeene, 1604
Refersto preliminary amendment.............. 601.01(a), 602
Reissue application........c.ccccecvenreniennnn 706.03(x), 1414
.................................................... 1414.01, 1444, 1455
Signed before alteration ........coccceeeeceecieveennne, 605.04(a)
SUBSHITULE. ... 602.02
Declarations, CONflicting.........cccoereerirecerineeereene 201.03
Declassified Matter .........ocoeveeveererneerereesesenens 707.05(f)
Dedication to the publiC..........cccoveeevererennrrsiene, 715, 1490
Defective 0ath..........ccovveiriiriirinesee e 602.03
In reissue appliCation...........ccoevererenieciieneere e 1414
Defects, correction of, in request for ex parte reexamination
............................................................................. 2231
Defects, correction of in request for inter partes
FEEXAMINGLION ....cveeeiiieie e 2231
Defense, applications affecting................ 115, 120, 130, 140
Defensive publication citation.............coceveeerenne. 711.06(a)
Defensive publication program.........c..c.ecveeereneeeennes 711.06
Deferral of examination...........ccoeeeevereenenniennnseneenes 709
Definition of Class........coeveeeeeeieiireiecreeeeeee e 902.02
Delegation of Director’ sauthority ...........cccccvevenene 1001.01
.............................................................. 1002, 1002.02
Demonstration at iNterVieW.........ccocvvveereeeeeieeneeseneens 713.08
Denial of request for reexamination ............... 2247, 2247.01
.............................................................. 2647, 2647.01
Department of Energy (DOE).......cccceeeieiennnienine 115, 140
..................................................... 150, 151, 706.03(b)
Department of Commerce, Organization Orders
30-3A CItEA ..o 510
30-3B CIted...c.cereeeieieierereeeer s 510
Dependent claim.........ccooeeeeieninene e 608.01(n)
Objected to when base claim iscanceled ......... 608.01(n)
...................................................................... 707.07())
REISSUE ..ot 1455
Treatment in inter partesreexamination ............. 2660.03
Dependent claim, objected to when improper ....... 608.01(n)
.................................................................. 706.01
DePOSIt aCCOUNL ......eeeveeeeeeeereese e e 509.01
AULhOrZations.........cccovveevineencecne 509.01, 1302.04
EXtensions of time.......cccccvvvevievevevesecee e 706.07(f)
International applications................ 1847, 1850, 1875.01
ISSUETEE....ceiiieeierre e 1303, 1306, 1308.01
Maintenancefee.......coeovinencneenene 2510, 2515, 2522
OVENAraWN......civiieeirieies e 509.01
Petition 8 ...cecieece e 711.03(c)
REfUNAS ..o 509, 607.02
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Deposit Account Division--Design application

Sec. No
Replenishment ..........ccoeveveeeececsese s 509.01
Mailing address ........ccccceeveeievececeeeee e 501
Deposit Account DiViSION.......coeeerereeieeneerienee e 509.01
Deposit of microorganisms (See also Biotechnology)
.................................. 1605, 1823.01, 2402 to 2411.05
Deposit of correspondence.........ccocvvvvvrevesererseereereenens 502
Depositions
EVIENCE ...t 1901.02, 2013
Of EXaMINEr ...oveeeeee s 1701.01
Deposit rules (See a so Biotechnology) ........... Chapter 2400
Acceptable depoSitory........cveveveverence v 2405
Background information..........ccccceeeeveveneneceeieennns 2401
Biological material, definition ...........cccceeeveeiienennen. 2403
Biological material, made or isolated without undue
EXPErimENtation........ccceeeeereerere e 2404.02
Budapest Treaty (See also Treaties)........ccevvecvereenen. 2402
Budapest Treaty depositories........coovvvveeeveceeeennnn 2405
Depositories, Current list of Budapest Treaty .......... 2405
Effective date.......coeeeeevcieecec et 2401, 2402
Examination proCcedures .........ccccovvivvevenesieeeeseenens 2411
After grant ......ccoceeeeeevceeeee e 2411.04
Application in condition for allowance except for
EPOSIT ..ttt 2411.03
Certificate of correction.........c.cccecevvrcevvreneene 2411.04
Content of application regarding deposited material
................................................................ 2411.05
Need for 37 CFR 1.312 amendment................. 2411.03
REISSUE.......oieiiiieiee e 2411.04
Rejections based on deposit issue.................... 2411.01
Responses from applicant............ccccceevvvveneenne. 2411.02
Furnishing of samples.......c.cccccoovveivninnnienennene 2410
ACCESS O AEPOSITS....cveeeeeceeeeeee e 2410.01
Certification of accessibility of deposit............ 2410.02
Conditions of deposit...........ccceverereriererereenenn 2410.01
Exception to removal of restrictions................ 2410.01
Restrictions removed upon grant..................... 2410.01
Known and readily available biological material
........................................................................ 2404.01
Budapest Treaty deposit .......ccccevevvrererreeenne. 2404.01
Continuity Of aCCESS........cccivvveeeierereseseesees 2404.01
Deposits certified asavailable..........ccoeuee. 2404.01
Health, safety restrictions.........c.cccccvereenenne. 2404.01
Indicia of “known and readily available’ ........ 2404.01
Material capable of sdf-replication.................... 2403.01
Direct self-replication.........ccccooveeeveneicreninnnnns 2403.01
Indirect self-replication.........ccccccvevevvenenenns 2403.01
Need for adeposit........cccverererenenineneeeee 2402, 2404
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Sec. No.
Plant material ........ccoovveveienennienereeseeee e 2403.02
Plant Patent Act, RElation to .........cccccceveneienene 2403.02
Reference to deposit in application ........... 2404, 2404.03
Implication, presumption ...........c.ccc..... 2404, 2404.03
Requirementsof 35 U.S.C. 112 ............. 2164.06, 2404
................................................................ 2404.03
Replacement or supplement of deposit............cc....... 2407
After apatent hasissued ..........ccocccvirecnnnnne, 2407.02
Exemption from replacement.............ccccocevvenne 2407.05
Failure to replace.........ccoeveeveneineneccneees 2407.03
In a pending application/reexamination proceeding
................................................................ 2407.01
Reason for replacement...........ccoceevereicnienenn 2407.04
Replacement not recognized ..........ccoceceveienne 2407.06
Treatment of replacement, presumption of identity
................................................................ 2407.04
SEEAS ...ttt 2403.02
Term Of dEPOSIt .....c.coveveeeriieereee e 2408
Budapest Treaty term........ccccveveeevenecenenneseene 2408
Enforceable life of patent.........cccceeoveveevevecicninns 2408
Time for making original deposit...........cccoceverenene 2406
Assurance regarding deposit before payment of issue
OO 2406, 2411.03
Corroboration.........ccovveeeeecerere e 2406.02
Description in application specification........... 2406.01
During application pendency .........ccccoevenerennene 2406
Lossof U.S. filing date in other countries........ 2406.03
NEW MaLter.....coceiiii e 2406.01
Patent Cooperation Treaty applications.1823.01, 2406
Post-issuance deposits........ccovveeereereeieeneseseseens 2406
Viability of deposit..........cccvreeerieiinreesrieeeeas 2409
Viability Statement..........ccoeeveneeeneneenereeenieens 2409
35 U.S.C. 112 requirements................. 2402, 2403, 2404
Deputy Director of Patents and Trademarks
......................................................... 1002.02(0), 1203
Derogatory remark regarding prior art.................... 608.01(r)
Description
Basisfor claim............. 608.01(0), 706.03(c), 2161, 2163
Computer programming ......c.ccoeeveeeeseseereeseeseenes 2106.01
Detailed......cccooeieveere e 608.01(g)
International application............ccoceeereereeneenenenienne, 1823
Design application...........ccceeeerencneeieeieseene, Chapter 1500
Analogous art .......ccceeeeeeeeienienene e 1504.02, 1504.03
ANtiCIPatioN.....c.cce e 1504.02
Application, elements of .........ccccevivieieccnceceeee, 1503
Articles, design comprising multiple ............. 1504.01(b)
“Average observer” test ... vninieniniene 1504.02



INDEX

Design application--Design application

Sec. No.

Benelux Designs Convention (See also Treaties)
........................................................... 201.13, 1504.10
Characteristic feature..........cooeueneee. 1503.01, 1504.01(a)
ClaiMm oo 1503, 1503.01
Combining referenCes........cvvvreerereereesereens 1504.03
Commercial SUCCESS.......cceervereeeriereeesienesiesienens 1504.03
Computer generated iconS..........ccceeeeeveerienenn, 1504.01(a)
Continuation application...........ccccccevevererenienne. 1504.20
Continuation-in-part (CIP) application............... 1504.20
Continued Prosecution Application (CPA).......... 1502.01
Convention, Internationa .............coe.... 201.13, 1504.10
Copending applications...........ccccccvenee. 1504.06, 1504.20
Copying, evidence of, to rebut obviousness........ 1504.03
Copyright, Relationship to........cccoovveerinrcncnicene, 1512
DEfINItION......coiiireirere e 1502
[D]=Se: 1 o] (]0] o IO 1503, 1503.01
Disclamer.......cccovevevneinnne. 1503.01, 1503.02, 1504.04
Disclosure.......ccccoeevvvriennene 1503.01, 1503.02, 1504.04
Divisional application........c.c.ccccevenueuene 201.06, 1504.20
Double patenting.......cccoevvvvveeeeieeieereneenen, 804, 1504.06
Drawing ......cccoeeeeeeens 1503, 1503.01, 1503.02, 1504.04
Broken lines........ccccccvvnne. 1503.01, 1503.02, 1504.04
1670  Fo | SRR 1503.02
TrademarksS......ccoooeeveeeeeee e 1512
Embodiments, alternate or multiple.................... 1503.01
..................................................... 1504.01(b), 1504.05
Enablement .......ccoccovvveininnncen 1503.02, 1504.04
European Community Design treaty................... 1504.10
Examination........c.ccceeevereeeneneenen. 1504, 1504.01, 1504.02
................................................. 1504.03, 1504.04
Expedited Examination....... 502, 1002.02(c)(3), 1504.30
REISSUE. ...t 1457
EXpert teStimony ........ccveeenenecneeeseeeeee 1504.03
Feature emphasized..........cccocvevninennienencnee, 1503.01
[ 0 1] 1T oo 607
REISSUE.......oitiiieeieee s 1457
FEE, ISSU.....cei et 1306
FONt, tYPE...ooeeeeeereeer e 1504.01(a)
Foreign priority......ccccceeeevveneene. 201.13, 1504.02, 1504.10
German application..........ccccevevereresienee s 201.14(b)
More than six months before U.S. filing ......... 1504.02
FUNCLION@ITLY ..o 1504.01(c)
Obviousness and..........ccocveeveeeerenene e 1504.03
Hague Agreement (See also Treaties).... 201.13, 1504.10
Hidden end USe ........ccovvvieiveennvcenieeesiens 1504.01(c)
Hidden feature...........cceuennee. 1504.02, 1504.03, 1504.04
Icon, computer generated..........ooeevereeernenens 1504.01(a)
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Indefiniteness........c.ccceveeeeneee. 1503.01, 1503.02, 1504.04
Library collectionsrelating to .........ccoccevvenenene 901.06(a)
Modification, description ...........ccccoveververeneriennn 1503.01
Multiple embodiments...........ccccoevevnencicnenieenn 1504.05
Multiple parts of article.........c.ccooevvereicniennn. 1504.01(b)
New matter ......... 1503.01, 1503.02, 1504.01(a), 1504.04
Object, DeSIgN fOr .....covveeivieree s 1502
ODVIOUSNESS ..o 1504.03
Obviousness-type double patenting...........c..c...... 1504.06
Offensive subject matter.........cccoevrereienieneae 1504.01(e)
Ornamentality 1acking .......ccccvevveveeveeiereninnnnns 1504.01(c)
Patent Cooperation Treaty.........ccocveeeerenne. 1501, 1502.01
Patentability............... 1504.01, 1504.01(a) to 1504.01(e)
.......................................... 1504.02, 1504.03, 1504.04
Petition, Specia Status.........cccceveveervennnne 708.02, 1504.30
Petition to accept color drawings
or photographs ........ccccoevvevvienenenenen. 608.02, 1503.02
Photographs.........cccoeeevereeninence 1503.02, 1504.04
Preamble........cccovvviieeee e 1503.01
Priority under 35 U.S.C. 119............... 201.13, 201.14(b)
......................................................... 1504.02, 1504.10
Priority under 35 U.S.C. 120.................. 201.11, 1504.20
References supplied.........ccoeevereiricnene, 707.05(a), 1513
QUAYIE ACLION ..o 1504
Registration abroad ............cccccevvevuennene. 1504.02, 1504.10
Reexamination, inter partes..........coceeeeeeeneenereseenne. 2611
REISSUE.....ciiriiirece e 1457, 1512
Reguest for Continued Examination (RCE) ........ 1502.01
Request for Expedited Examination.................... 1504.30
RESLFCHON ...t 1504.05
REISSUE.......eoiieieeeee e 1457
Rules applicable.........cccoeiiineiiineeeeeee 1501
Scope of ClaiMm....ccccooeveeeeeeeeceee, 1503.01, 1504.04
......................................................... 1504.05, 1504.06
Search...oocc 1504, 1504.02, 1504.03
Secondary considerations...........cccceeveveveeniennenns 1504.03
SIMUIBLION ...t 1504.01(d)
SPECITICALION. ..o 1503.01
Use of CopyrightSin .....cccvveieveiereeeceererene e 1512
Useof TrademarkSin........ccccveveevinncnnnnicnenns 1512
Statutory bar, foreign application.......... 201.13, 1504.02
Statutory subject matter.........ccocvveeveeeenene 1502, 1504.01
Surface ornamentation................ 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03
Surface treatment or indicia........cccceevvvrererinennn. 1503.02
TOrMOf oo 1457, 1502.01, 1505
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T 1503.01, 1504.01(a)
Amendment Of .......ccocvvevviereine e 1503.01

Use of TrademarkSin .......ccoccooevininniencnicnene 1512
Trademark, relationship to.......cccoveveieneninieee 1512
TYPETONES ..o 1504.01(a)
Utility patent, relationshipto ......ccccceecevcvrvrnnnnne 1502.01
Visual charaCteristics.......ooovvviveinieneinieneeseseee 1502
Written description lacking ................. 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Design patent series (See also Patent) ..........cccceeveneee. 901.04
Designated office ....covvvrerceceeicrerereen 1801, 1893.01(a)
Designation fee- PCT .....ccccccevieveneececeene e 1817.01(a)
Designation of Stafes..........cccvvererereenns 1817.01, 1817.01(a)

Detailed description (See Specification)

Determination of public use or on sae.... 706.02(c), 2133.03
Digest (See Cross-reference: Art collection)

Dictionary as a source for the ordinary and customary

meaning of aclaimterm..................... 2111.01, 2173.05(a)
Diligence

Chartsfor priofity ....cccoceevveeveecerceeeere e 2138.01

Filing application.........ccccevevenenese e 2138.06

Filing FEISSUE........ccveeiiiecteeeeee e 1403

Interference practice ........coceeevevenevene e 2138.01

Of actions during regulatory review ................... 2757.01

ReasoNable........ccoverviriiiee e 2138.06

Shown in 37 CFR 1.131 affidavit ........ 715.07, 715.07(a)

To overcome argection ........c.cccceeeeenereseennenn 2136.05

Director of Technology Center ..................... 402.06, 708.02

........................................ 714.13, 714.25, 715.08

................... 720.01, 804.04, 1002.02, 1002.02(c)

.................... 1206, 1207, 1208.01, 1214.04, 1308

.................... 1308.01, 1901.06, 2248, 2249, 2265

................. 2274, 2283 to 2286, 2301.01(b), 2303

.......... 2303.01, 2305.04, 2306, 2307.02, 2307.03

.................... 2309.02, 2648, 2667, 2682, 2686.01

FUNCLIONS......ccoieieiee e 1002.02(c), 1003

TC 1600........cceeereeereririenerieieeres e 1002.02(c)(2)

TC 2900.......ccemreerereeeerereeeenens 506.02, 1002.02(c)(3)

TC 3640......ccirireinreenereeenneiens 710, 1002.02(c)(1)
Director of the USPTO

Action requiring attention of
Failure to identify claim as copied from a patent
................................................................ 2307.05
Authority and functions............... 706.03(b), 708.01, 709
........................ 711.02, 714, 719.01, 1001, 1002, 2203
................................................................... 2242, 2284
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Withdrawal fromissUe.......c.cccvveeveeiveveeireeneeinenn, 1308
DECISIONS.....vicvicetectiecreecteecte et Introduction
Mailing 8address. .......cocoeeereenenereseeeeee e 501
Notices (See also Publication)......... Introduction, 707.06
Orders (See also Publication).......... Introduction, 707.06
Director initiated reexamination............cccceveune.e. 2212, 2239

Disbarred attorney (See Attorney or agent: Suspended or
excluded)

Disciplinary proceedings.........ccoeveererenereneseseeseseseens 402
Mailing address........covveerininerieeeeere s 501
Disclaimer (See also Terminal disclaimer)
Co-author of publication ...........ccceeveerenceeenne 715.01(c)
Copy required in reexamination
EXPaIte...cccooviciieeeee e 2214
INTEN PAITES....eiee e 2614
Defensive publication...........cccceceeeeeveereveseneseenn, 711.06
Design application................. 1503.01, 1503.02, 1504.04
FOMMIS ... 1490
Interference......ccoovveveeevercneienns 2305, 2305.04, 2307.02
(01055 o [ 1490
REECHON ..o 706.02(k), 710.02(d)
SEBLULOTY .ot 1490
Terminal .....cccoeeveeveeeeiennn, 706.02(k), 804, 804.02, 1490
Disclosure (See also Duty of disclosure; Specification)
ADSIFACE ..o 608.01(b)
AmMendmENt ........ccevvvereriereireseeeeseenes 608.04, 1302.02
Amendment, Preliminary ........c.cccceeeveeeneneenenn 608.04(b)
Best Mode (See also Best Modg) ........... 608.01(h), 2165
Chemical compound..........ccccoeevineereneneneenes 608.01(p)
Claimed .....coieiriee e 901.03
Common, parent and continuing applications....... 201.11
Completeness .......coceevereeerieereseeenieeas 608.01(p), 2164
Computer programming CaSES.........cervereerereerennes 2106.02
Correspondence with claims................. 2163.05, 2173.03
Design application..........ccceevevevereneinnnnns 1503, 1503.01
Detailed description...........cccevveveevevievesienennens 608.01(g)
DOCUMENT ...ttt 1706
DULY OF oo Chapter 2000
Enablement (See al'so Enablement) ...........cccceeveenee. 2164
Foreign application.........ccccocvvevvvnerieneneeeeereenen 201.15
IMPLICIT e 2144.01
Incomplete................ 608.01(p), 706.03(c), 2161 to 2165
Incomprehensible.........coooiiriiinnicee 702.01
Incorporation by reference (See also Incorporation by
FEFEreNCE) ....ccovevveeeeereece e 201.17, 608.01(p)
Insufficient ........ccoeeeeerienns 608.01(p), 702.01, 706.03(c)
Later filed application .........cccceeeveienenenennnns 608.01(p)
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(©]07= 1= o1 111/ 716.07, 2164.08(b)
Original claiMm......cccccevevevevecieieeee, 608.01(1), 2163.06
Preliminary amendment.............ccocoveveninnnenne. 608.04(b)
Related applications..........ccccoeeerereee. 608.01(p), 1302.04
RequirementsS for ..o 2161
Reservation ClalSe ........ccveveevevereneseesese e 608.01(e)
Restricted to claimed subject matter ................... 1302.01
Secrecy order, Material Subject to .......ccoceveeeceeiieenen. 120
Specification (See also Specification)................... 608.01
Sufficiency for continuity ...........ccoveeererecnennne 201.11
SUFFICIENCY Of ... 716
Support for claims..........cccoveeeriecvere e 2163.01
Trade NamMe ......cceeeeeeeeee e 608.01(v)
Trademark.......cccoeveeieneene e 608.01(v)
UtHIY oo 608.01(p), 706.03(a)
Written (See also Written description)........ccccccveue. 2163
Disclosure document program .........ccoceeeeeeeeieeseeneneens 1706
Evidenceunder 37 CFR 1.131 .......cccoceiiiiiicnenene 715.07
DiSCOUMESY.....eeveeeeierierienie e 714.19, 714.25
Dismissal of appeal .......cocvvvvevereeececee e 1215.04
Disposals COUNLEM........coviiieeirrereceerere e 1705
Distinct, definition.........ccccoererineineeeee e 802.01
Distinct inventions ...........cccceeeeeee. 802, 802.01, 803, 806.05
Apparatus and product made ............coccveeeriennee 806.05(g)
DistinCt PrOCESSES ......vevveiereerieriesieereseeeeneeseeens 806.05(j)
DistinCt produCtS..........covvereeierereeenee e 806.05(j)
Process and apparatus for its practice............... 806.05(e)
Process and product made............ccccoceeereenenne. 806.05(f)
Divisiona application ............ccccvereenenne. 201.06, 601.01(a)
Assignment carried from parent application......... 201.12
............................................................................... 306
Continued prosecution application (CPA) ........ 201.06(d)
COPENENCY ..ot 201.11
Design application ...........ccecvereecrienenn 201.06, 1504.20
Drawing, Transfer of .........ccccocvvivvivvienencecceeneenn, 608.02(i)
Effectivedate........ccovveinncnrcieeeee 201.11
Filed by @SSIgNEe........ccooeeereeiererese e 324
File wrapper continuation (FWC).........c.ccceeee. 201.06(b)
File wrapper/history notation................. 202.02, 1302.04
Inspection of parent application..........c.ccccevevereennne 103
Inter partes reexamination of ..........c.ccoceevviereneniennn 2611
Inventor, at least onein common..........ccccceeeeuennee 201.11
NEW MELLES........eiiiiieie e 201.06
Oath ..o 201.06(c), 602.05(a)
Ownership carried from parent application........... 201.12
Patented, Opens parent application to inspection ...... 103
Reference to parent application ............. 201.11, 1302.04
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REISSUE.....ocoiereiriee e 1414, 1440, 1450, 1451
RUl€ 1.53(D)....ccueereeirerieirieeeseee e 201.06(c)
RUle 1.53(d).....ceereeererieienirieenesisie e 201.06(d)
Rule 1.60, FOrMEY .......cccovreeeririeinieneee e 201.06(a)
Rule 1.62, FOMEY .......ccovvireeriereeieniereeesieneeiens 201.06(b)
ST L0 = 201.06(d)
Timefor filing ... 201.11
Written description requirement...........c.ccoeeervenene 201.11
DNA (See aso Biotechnology; Nucleotide sequences)
....................................................... Chapter 2400
Enablement........coeeviennee e 2164.08
Searching......cooooveveneiee e 901.06(a)
Sequence listing ......ccoeveeeveieneneeene 2422, 2424, 2431
Special status for recombinant ..........c.ccccocevivieenne 708.02
DOCKEL FEPOIT ..o 1704
Doctrine of collateral estoppel (See Estoppel)
Doctrine of dedication to the publiC ..........cccccoveieiennenne. 715
Doctrine of equivalents............... 2138.05, 2173.05(b), 2186
Doctrine of segregable parts.........ccoveeveveenenienens 1504.05
Doctrine of unclean hands...........c.coceovrveecenneenneeens 2010
Document, DiSClOSUIe .........coeerieenrereerereee e 1706
Electronic (See aso Electronic publications)... 707.05(e)
DoD Directive 5230.25........cocveererieierinene e 120
DoD Security AQreement ........coeveeereerenerieneseseeeseeseens 120
Domestic representative ........occvveveceveeeeeeieesennens 302.04
Double correspondence...........cccoceeerevereennene 403, 714.01(a)
Doubleinclusionin claim........cc.ccccooenrinenenennnn 2173.05(0)
Double patenting ...........coceveereneieneneneneseene Chapter 800
Avoiding rejection.......... 706.02(k), 706.02(1)(3), 804.02
BaSIS. i e 804
Between one or more applications and a published
application that has not been abandoned ............... 804
Claimed subject Matter.........c.cccveverneneieneneenn 806.01
Commonly owned cases, treatment...........cceeeeene 804.03
Copending applications...........cccccevevennnne 706.02(k), 804
DEfINITION ...ccveveereeee e 804
Design applications/patents...........c.cccveuennen. 804, 1504.06
Different inventive entities.................. 706.02(k), 804.03
Distinct and independent inventions..................... 804.01
DOMINALTION. ...t s 804
International applications..........ccccoevererenenenieeinens 804
ODViOUSNESS tYPE ... 804
Design application...........coeceverererenenenenieene 1504.06
Plant appliCationS........ccccccvvenieie s 1601
Reexamination..........c.eeevveeieneneenenienns 804, 2217, 2258
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S =X o] o 804
NONSLALULOTY ...veeveeiiii et 804
ODVIOUS ....oceiieieie e 804
Prohibition, 35 U.S.C. 121 ............... 804.01, 821.04(b)
Provisional .........c.cccceeennes 706.02(k), 706.02(1)(3), 804
Specification, USE Of .......cccccvvvvivvvrenereceeee e 804
SEAIULOTY ..o 804, 804.03
Rejection nullification...........cccceeeeeneienencnenens 804.01
Restriction previoudly required................... 804.04, 1003
SAME ASSIGNEL. ....covieeirie et 706.02(k)
.................................................................. 804.03, 822
Same inventor ..........c..oe.e.. 806.04(h), 806.04(i), 806.05
.................................................................. 822, 822.01
Speciesand genus.........ccoeeevereeeennes 806.04(h), 806.04(i)
Subject matter not patentably distinct.............cc....... 804
Subject to joint research agreement . 804, 804.02, 804.03
Submissionsto TC direCtor.........cccvvveereninenene 804.04
Terminal disclaimer effect ..........ccoceeeveiennen. 706.02(k)
....................................... 804, 804.02, 1451, 1490
Inareissue application .........ccceeevererenenerreeeenes 1451
Drafting notation...................... 608.02, 707.07(a), 707.07(c)
Drafting stamp (no longer required).........c.cccceune.. 608.02(0)
DIraWingS.....coeeierieeeeee et 507, 608.02
Amendment..........ccoeeevereeerereennn. 608.02(p), 714, 1302.04
Inex parte reexamination..........cccceeeeveeenennene 2250.01
Ininter partesreexamination...........c.ccoceeeevenne. 2666.02
In reissue application...........coceieieneniencneeceene 1413
Prior to publication of PG-Pub ..............cccceeuenee. 1121
Amendment, Direction for..........ccocveeveeneenens 608.02(q)
Amendment, Disposition of ordersfor ............. 608.02(x)
Amendment support by origina claim.............. 608.04(a)
Annotated sheets.........ccoceveceeenen. 608.02(v), 608.02(w)
Brief desCription ..........ccoeeeevennicnenncneee 608.01(f)
Canceled figure........ccoverineeneeeec e 608.02(t)
Canceled Sheet ... 608.02(t)
Canceled sheet, patent.........ccoeevvevercenericienieenn, 608.02(i)
Canceled sheet, transfer .........cccoeeeeieincnieenn 608.02(i)
L0 ] 608.02, 1503.02
Colored plant .......cccveeeceererere e 1606
Complete iHustration.........ccoceeeeeeeveeresesinseneens 608.02(d)
COmMPlELENESS.......cveeiereeeieie e 608.02(¢)
COMPULES [ISES...c.eceerieeierieeeeree s 608.05
CONSISLENCY ..ot e 608.02(¢e)
(00101101 Ao SRS 608.02(d)
Correction (See aso Correction of drawing) ....608.02(p)
........................................................................ 1302.05
Incorporated into PG-Pub.............ccoceuneee. 1120, 1121
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Reversed figure nUmMbers .........ccoveeeveveveennene 1302.04
Date no longer entered on back..........ccccceeeee 608.02(0)
Delivered to wrong Technology Center ................ 508.01
Design application...........ccocvveeeereecerennne 1503, 1503.01
......................................................... 1503.02, 1504.04
DISCIOSUIE.....c.vveeeeicesiereere e 608
Divisional application .........c.cccccevueneene. 608.02, 608.02(i)
Drafting criticism included in first Office action
.................................................... 707.07(a), 707.07(c)
Drafting NOLatioN ........cccovveereneineneee s 608.02
Drafting stamp no longer required ................... 608.02(0)
Examiner determines completeness................. 608.02(e)
HuStrates Claim ........coeeeereinereeseree s 608.02(¢e)
Informal (nolonger used)........cccoveeneneee. 507, 608.02(b)
Interference printS ... veeieveecesceeceecereenen, 608.02(m)
International application..........c.cccevverceeecreeseseseenn, 1825
Kept in application .........cccceceeeeieeiene s 608.02(c)
[0 SRR 1302.05(a)
Mail section stamp no longer used................... 608.02(0)
Modification illustrated..........cccceevvveveceeceerennne 608.02(f)
Marked-up CopY ......ccoererrerenereerenens 608.02(v), 608.02(w)
Necessary for filing date ..........ccccocevevennnne 506, 608.02
New drawingS required .........c.ccoevevereeerenennens 608.02(a)
New, handling .......c.coeevineinineeeeee 608.02(a)
NSV 1 17 1= G 608.04, 706.03(0)
New, when required ............ccooeeeeiecienenenennns 608.02(a)
NOt recaivVed .........coevrenenenereesesee 608.02(h), 1825
NOL FEQUITED ... 608.02
NOL FELUMNED ... 608.02(y)
ObJECHION ... 608, 608.01
........................................................ 608.02, 608.02(b)
....................................... 706.03(0), 1503.02, 1504.04
Official Gazette figure.........coveevvvvereneenennn, 1302.09
Omitted drawings........ccccveeeeeereenienens 201.17, 601.01(g)
Patented file........oerreere e 905.03
Petition to transfer from another application..... 608.02(i)
Photographs.........cccoeveevineinieeneee 608.02, 1503.02
Placement in file Wrapper.........cccooeveenennennn 719.01(b)
Plant application..........ccceovevieveseneceeieeseie s 1603, 1606
Print (See aso Print of drawing) ....608.02(m), 608.02(n)
Pror art .....cooeeeieceeeeeeeeeeree e 608.02(g), 2125
Provisional application..........c.ccceveveienercienenienens 608.02
Reference charaCters .......ooovvvevneveccseneeen, 608.02(¢e)
Reference characters, change........c..cccceveenee. 608.02(w)
Reissue application...........ccoceveeenceeieiencniene 1411, 1413
No longer transferred from original patent........... 1413
Removal from Technology Center ................... 608.02(c)
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Replacement drawings for publication in PG-Pub... 1121
Replacement ........cocccveveievenneninnens 608.02(h), 1302.05
Reversed figure numbers..........ccoceoeienicccinenne 1302.04
Review by Office of Initial Patent Examination (OIPE)
............................................................................... 507
Required by eXamingr .........ccccovcevenieveesienesenieenens 608.02
REQUIFEMENES.....ccvi e 608.02
REIUM .o 608.02(y)
SECtioN lINES....c.covieeieieeee e 608.02(f)
Security Markings........cceeveerenennieneres e 121
SUDSHEULE .. 502, 608.02(h)
Sufficiency, determined by examiner ............... 608.02(e)
SYMBOIS ... e 608.02
TrademarksS ... 1512
Unacceptable.......ccocovvvievvnienereceeeeeee e 608.02(b)
Drawing COMreCtion........cocvvvveeereeeeereeseenenns 507, 608.02(p)
Annotated sheets.........ccocvveevrieenn. 608.02(v), 608.02(w)
Approval by eXxamingr ..........ccocceeevenenenenienne. 608.02(x)
Marked-up COpY ......ccerverererveneenenn 608.02(v), 608.02(w)
NEW MELEN ... 608.04
Order fOr ..o 608.02(x)
PG-PUD.....cooiiiieseeeeee s 1120, 1121
Replacement sheets.................... 502, 608.02(h), 1302.05
Required.........ccccoveinrcneennnes 507, 707.07(a), 707.07(c)
Dual correspondence.........ccceeeeeveeveresenenns 403, 714.01(d)
Due Care SHOWING ......coecveiieiiceceee e 2734
Duplicate amendments (See also Amendment)...... 719.01(a)
Duplicate claims..........coceoeririeieneiecee e 706.03(k)
Duplicate foreign patents.........cccoeveerereerienesenienens 903.03
Duplicate papers for plant applications............... 1603, 1605
........................................................... 1606, 1609
Duty of candor and good faith.....2001, 2001.03, 2733, 2762
Compared to duty to disclose material information
........................................................................ 2001.04
Information disCloSUre.........ccccvvevenevece e 609
REEXAMINALTION ...t 2280
Duty of diSClOSUrE......cceiveerierieiieeeceeei e Chapter 2000
After patent grant........ccooeeevirenerncnecnee 2003.01
Aidsto complianCe.......coevevevenieve e 2004
CheCKIiSt ..o 2004
Compared to requirement for information........ 704.12(a)
............................................................................. 2005
ComplianNCe With ......cc.cceviriciriceeee e 2004
Continuing applications..........cccceeveveveennn. 2001.04, 2004
Copending applications.............ccceueee. 2001.06(b), 2004
Copied Claims........cccoverineneneeee e 2001.06(d)
Duration of ........ccccooeveienineeeec 2001.04, 2003.01
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Foreign applications..........ccccceveveeveciereseneens 2001.06(a)
Information material to patentability.... 2001.04, 2001.05
Litigation information ...........c.ccceeeverencnienenn 2001.06(c)
QUESLIONNAITE ... 2004
Reexamination
EX Parte....cccceveeceee e 2014, 2280
INter Partes......ccoveenieiineeseeeeeeeesiene 2003.01, 2684
Reissue application..................... 1406, 1414, 1418, 1448
.......................................................... 2001.06(c), 2003
Sources of information..........ccocevevveveeeeeieneniene 2001.06
TOWNOM OWE.......coiiiieecreee e 2001.03
ViIolation Of ......cooeeiiiiiiee e 2010
Claimsinvalidated ..........ccccooonienienienenneienenee, 2016
(0= RS 2013
REEXaMINALION .....oveeireirieee e 2014
REISSUE....c.eiieieteeeee e 2012
Rejection of claimsin reissue application............. 1448
WHhO N@S......ovciiiicccc e 2001.01
E
Easily erasable paper .......... 608.01, 714.05, 714.07, 714.19
Effective date
Declassified Matter........ccccceevevreceeeseresesees 707.05(f)
Reference patent................. 706.02, 706.02(a), 707.05(e)
............................................ 707.05(f), 715, 901.05(b)
Effectivefiling date
Continuing application..................... 201.11, 706.02, 708
Continuati ON-IN-Part..........ccccveeerereeerereereneens 2133.01
Foreign priority effect ........ccccvevveveeccnnnnen. 201.15, 706.02
International convention (See also Foreign application;
I 1= S 201.13
Provisional application..........c.ccceveveienencenenniens 706.02
PUBIICEEION......cvevieeeiiceeec e 715.01(c)

Eighteen-month publication (See Pre-Grant Publication
(PG-Pub))
Election (See also Restriction;

Election of SPECIES)......ccvvvvereririiireriecniereies Chapter 800
Action on nonelected claims..........ccoceeverrienenncnen. 819
After multiplicity rejection.........cccccevvveveenen. 2173.05(n)
ATLEr rESICHON ... 818
Applicant must make..........cccoeverenenenienieeieeenn. 818.03
Between applications, Conflicting claims.................. 804

.................................................................. 822, 822.01
CONStruCtive .....cccevveeeveeecie e, 818.02(a), 818.02(c)
Inreissue application ........ccccvvveirenenennsesenes 1450
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Election of species--Equity (civil action)

Sec. No.
Fixed by action on merits.................... 818.01, 818.02(a)
IMPlIEd.....ceiee e 818.02(a), 818.02(c)
INterferenCe. ..o 819
Optional cancallation.........c.cccceeeeieienenenennns 818.02(c)
Original presentation............cccoeveereneeeneiennens 818.02(a)
Shift e 819
Treatment of nonelected claims
............................................. 706.03(m), 821 to 821.03
Inreissue application.........ccoeveerenenenieincseee 1450
With traVerse......cceeeevee e 818, 818.03
....................................... 818.03(b), 818.03(c), 821.01
WIthOUL traverse......ocovvvecenenecsee s 821.02
Election of species
Allowable generic claim lacking ...........ccocu.... 809.02(a)
BaSIS. ..o 806.04, 808.01(a)
Canceling speciesclaims........ 818.02(c), 821.01, 821.02
Design application .........ccccceveveneneneseseeienns 1504.05
IMplied......co e 818.02(a), 818.02(c)
Reissue application .........c.coeeerereienenneseeee e 1450
Requirement.........ccccccevevencvvesceveseenn, 806.01, 809.02(a)
Requirement, prior to search...........ccoceeveeenee. 808.01(a)
Species claimslacking.........ccocceeveenen. 806.01, 818.02(b)
Electronic access to published applications.................. 1128
Electronic databases (See d'so PALM; PAIR)

................... 706.02(e), 719.05, 901.06(a), 902.03(e), 1730
CassiSCD-ROM ..o 902.03(d)
Chemical abstracts ServiCes .......ceveevererevenenine 905.06
Derwent’ s World Patents Index (WP) ................. 905.06
DialOg ..o 905.06
e-Official Gazette — Patents (€OG:P)......ccccccveveneee. 1703
BAST .o 719.05, 902.03(€)
Full-text and full-page images of U.S. patent related

dat@baSES .....cvvveeeeeeeere e 1730
INPADOLC........oiieeeeee e 905.06
LEXISNEXIS. ..ceeevirieeeierieese e 719.05
Official Gazette NOLICES........coeevvvreeerireseee 1703
Patent Grants Database..........ccccoeererereeneenne. 1703, 1730
Questel-Orbit ..o 719.05, 905.06
TESS (Trademark Electronic Search System)

................................................................... 1703, 1730
WEST ..o 719.05, 902.03(€)

Electronic Business Center (EBC) ................... 302.10, 1730
Electronic document...........ccoovevveneneneneec e 707.05(€e)
Electronic filing system (EFS)........... 503, 507, 511, 608.01

................................... 609.07, 1121, 1132, 1133, 1730
Computer Readable Format (CRF) Sequence Listing

...................................................... 511, 1730, 2422.03
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Sec. No.
Electronic funds transfer to replenish deposit account
.......................................................................... 509.01
Electronic Information Disclosure Statement (e-IDS) 609.07
Electronic mall............. 502.03, 713, 713.01, 713.04, 713.05
Electronic patent assignment system (EPAS)............. 302.10
Electronic publications
Availability asprior art ..........ccoceeeevrienniesienecesenenns 2128
Citation Of ....cocvverierec e 608.01, 707.05(e)
HyperlinkSto. oo 608.01, 608.01(p)
SEACN fOF .o 904.02(c)
Employee number.........cccocovcvvvvvcvvecennee, 711.04(b), 905.03
Employees of U.S. Patent and Trademark Office,
property interest in patent ..........cccoeveerieeenieene, 309
Unavailable to sign oath or declaration asinventor ...409
Enablement ..., 706.03(c), 2164
Burden on the examiner ...........ccccvvvineeicnenne 2164.04
Commensurate in scope with claims................... 2164.08
Critical feature not claimed............ccccoueneee. 2164.08(c)
Inoperative subject matter..........ccocoveeveenene 2164.08(b)
Singlemeansclaim.......cccocevecevcceneienn, 2164.08(a)
Compared to ULty ......ccceeveriiiieneneeeeeeeee 2164.07
Design patent application..................... 1503.02, 1504.04
Duty or disclosure of information relevant to .....2001.04
EVIidenCe of .....ocovvv e 2164.05
Examples of enablement issues..........cccocevvvennne 2164.06
Form paragraphs used to reject ..........cccceeeuenee 706.03(c)
Reduction to practiCe..........coovvererereeeseneeesieene 2164.02
Relationship of predictability ..........ccccooevrenienene 2164.03
Specification must be enabling
Asof thefiling date........c..cccovveerieeciciennns 2164.05(a)
To persons of ordinary sKill ..........ccccceeuee. 2164.05(b)
Test of enablement ..........cocoveeeirineneee e 2164.01
35 U.S.C. 112, sixth paragraph limitations ....2181, 2185
Energy, Department of ..........cocoeeveveiniennnens 115, 706.03(b)
Energy, related applications, special status................. 708.02
English language faulty, new specification............ 608.01(q)
English languagerequired............ccocecvveneennne 302.02, 608.01

Enrollment and Discipline, Office of (See Office of
Enrollment and Discipline)
Entity, small, claiming status as (See Small entity status)

Entry of amendment (See also Amendment)............... 714.18
Entry of “Contents” of file wrapper.........cccevcevenenenne 719.01
Entry on face of filewrapper .........c.cccee.. 719.02, 719.02(b)
Environmental Quality Program.........ccccceevveveniennene. 708.02
Equity (civil action)
Under 35 U.S.C. 145......ccoiveieeeee 1216, 1216.02
Under 35 U.S.C. 146......cccvverreeecieeeeee 1216, 2358



INDEX

Equivalentsin art--Examiner’ s amendment

Sec. No.

Equivalentsinart...........ccooeveeeeeerernnninnns 904.01(b), 2144.06

Erasable (specially coated) paper........ccooveveeevveieennens 608.01

Erasure in specification, before allowance............... 1302.01

Erasure in specification, before execution.................. 608.01

Errors (See aso Correction of patent)

Correction of patents.........ccocvveveveeveerenernnns Chapter 1400
Deceptiveintent........cccceeveevevevievecese e, 140, 2022.05
REISSUE.....coiiieiriieecese e 1401 to 1470
Title dOCUMENLS .....covveeeeeeeeiesee e 323
Withdrawal fromissUe........cccovcvvvvereneneeieceeieene 1308

Essential material ........ccccooevvvivvivneneececcesesesenees 608.01(p)

Establishing subclasses..........ccooevveveveieveseseenens 903.02(c)

Estoppel

Abandonment..........cccoeveiinnine 711.03(c)
Collateral......ccoovvieirieres s 2012.01
In ex parte reexamination..........ccoeeevveeeeeereeneenns 2259
Ininter partesreexamination...........cc.cceevevveveennene. 2659
Defensive publications............coccoererenienencnennens 711.06
Different inventive entities and commonly owned
F210] o 1Yo 0] 1 804.03
Interference.......ccceevvrvenne 715, 2138.01, 2358, 2363.03
Reasonsfor alowance.........ccoceevevvieneiceesienenn, 1302.14
Reissue proceadings........coceeeeeeeneeneseeneseesieseene 2012.01
Statutory, inter partes reexamination....................... 2601
................................................................... 2612, 2614
Terminal disclaimer ..., 804, 804.02

European Community Design treaty (See Treaties)

European Patent Convention (See Treaties)

European Patent Office (EPO)........ 120, 609, 901.05, 905.06
............................ 1801, 1819, 1823.02, 1840, 1840.01
....................... 1843.02, 1847, 1850, 1851, 1857, 1860
............................ 1865, 1865.01, 1893.03(g), 2422.04

AUArESS.....eeeeee e 1865

AsaPCT Chapter | international searching authority
........................................................................ 1840.01

AsaPCT Chapter Il International Preliminary
Examining AUthOFity........cooroeienineiesee 1865.01

Evidence, of public use or on sdle......2133.03 to 2133.03(b)

Evidence submitted with protest ..........cccccevevernenne. 1901.02

Examination guidelines for applying reference

under 35 U.S.C. 102(€) ...cceovrvevrrerererierenieenne 706.02(f)(1)
Examination of application ...........ccceeeveneieenen. Chapter 700
Confidentiality during.........ccoceevereieneneieneneeseene 101
Deferral of ..o 709, 1002.02(d)
Order Of ..c.ooevveveeveereee e 707.02, 708 to 708.03
Piecemedl .........ccoveeeveveinenniienns 707.07(a), 707.07(g)
PUIMPOSE ... 701
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Sec. No.
REISSUE ... 1440, 1443, 1445
Request fOr SIR.....cooice e 1103
Secrecy order appliCation ..........cccveeeeenenneneneeenee 130
Statutory authority ........cccoceveeenereseeeeee e 701
SUSPENSION OF ... 709
Examiner
ACHON ..ttt 707
ACION COUNLE ... 1705
AFfIdaVit ..o 2144.03
Assignment of application for examination ..... 903.08(b)
Assignment of ex parte reexamination..................... 2236
Assignment of inter partes reexamination............... 2636
ASSISEANT ..o 707.01, 707.02
Citing prior art in an issued patent ingppropriate.....2203
Classification (See also Classification examiner) ...... 903
Consultation with Reexamination Legal Advisor (RLA)
................................ 2633, 2671, 2676, 2679, 2686.01
DiSPOSAIS....ccviiveeeiereeeete e 1705
Duty of candor and good faith to...........c.cceeeuneee 2001.03
Employee number .................. 711.04(b), 905.03, 905.05
Expressing opinion of validity .........cccccoeevenieiennenne. 1701
NEME...cviieeirirerire s 502, 707.09, 1302.13
New action indicated by primary ..........c.cccceenenene 707.01
Previous action by another examiner
Allowed ClaimsS........ccovvvirenre e 706.04
INEEIVIBW .o 713.01
SEAMCN....ceiiti et 704.10
Primary
Actions requiring personal attention.....707.01, 714.16
........................................................ 715.08, 1004
Name on file Wrapper .......ccccoveeevececceseei, 1302.13
Pursuit of bounties prohibited ..........c.ccccoeeiiinnennn. 1701
Reasons for allowance...........cccooevevvievenennnnens 1302.14
Resigns, old cases special........coceoevereenenenenienens 708.03
Suggestion of alowableclaims...........ccccceeee.. 707.07(j)
Supervisory (See Supervisory patent examiner)
Telephoning attorney.........ccocevevevencrennens 408, 1302.14
Testimony as patent eXpert.........occcvereeerenenenn 1701.01
Time and Activity Report........ccccocvvvvivveneenne. 1704, 1705
Time reporting for ex parte reexamination .............. 2238
Time reporting for inter partes reexamination......... 2638
Treatment of Protest........ccoceveeerierierieiese e 1901.06
Examiner docket, time, and activity recording.... 1704, 1705
Examiner Reissue Guide and Checklist..........ccoceeenuenee 1443
Examiner’s action (See also Action; Letter, Examiner’s)
............................................................................... 707
Examiner’samendment ...........coocooevenenenenienieenien 1302.04
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Examiner’s Answer--Examiner’s letter

Sec. No.
Abstract changed by............ 608.01(b), 1302.01, 1302.04
By initialing ....cccovevveeeiesece e 1302.04
Claim, antecedent basisin description.............. 608.01(0)
Claim lost in interference, canceled.................... 2363.03
Claim, nonstatutory, canceled...........c.cocevuenee. 1302.04(b)
Claim, numbersidentifying ............. 1302.01, 1302.04(g)
Claims, nonelected invention, canceled... 821.01, 821.02
Copending application data brought up to date..... 201.11
Defensive publication ...........cccooevevvennenenenee 711.06
Deposit account Charge.........coeeeervereeereneneennene 1302.04
Drawing correction .........ccceeevvevenene. 608.02(w), 1302.04
Extension of timerequired for...........ccccvvvnenee. 706.07(f)
Formal matters........cocoevrereneneneeene 1302.01, 1302.04
[FW appliCationS........ccooveeerieneeineesee e 1302.04
Informalities corrected..........coooovinernenencniennnn. 1302.04
Non-compliant amendment, treatment of ................. 714,
........................................................................ 1302.04
NO NEW MELEN......c i 608.01(0)
Plant patent application practice..........cceeevverenennen. 1610
Reexamination
EX Parte....oooveeieeeeeeeeee e 2287
Inter partes
Canceling rejected claims.........ccoceeeenee 2671, 2687
Correcting formal matters.................. 2687, 2687.01
In merged reissue/reexamination................. 2686.03
Not permitted if approva required.............. 2687.01
TotheTitle....cooeonreicnee 2660.02, 2686.03, 2687
Reference citation corrected ...........ccooeeeeveenene 707.05(g)
Title of application..........ccccverecnenrieneese 606.01
Examiner’s Answer
APPEal BIIEf ... 1208
Appeal conferencenot held ..o 1003, 1208
Counted as adisposal..........ccoeveeerenenerieneneneenieas 1705
New ground of rgection .........cccoveeeverenenienenenieenn 1208
New interpretation of 1aw ......c.ccceevvcevceciecececieeen, 1208
TV Director’sattention required .........c..ccceeereenene 1003
Print of drawing........ccoeeevereieneneeseseeeeeeeee 1204
Reexamination
L 7= (= S 2275
INTEN PAITES .o 2677
REPIY BIIEf ... 1208
SPECIal SEALUS ... 708.01
Examiner’sletter (See also ACtion) .......cccoevevereenicnnnne, 707
Abandonment.........ccceeverriniee e 711.02
AdVISOry aCtion.........ccccecereeereneeerienens 706.07(f), 714.13
Amendment after final rejection..........ccccocevueeneen. 714.13
Arguments anNSWEred..........cccvereeerereeereneeennes 707.07(f)
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Sec. No.
Cancellation of nonelected claim............. 821.01, 821.02
Claim allowable except asto form................... 707.07(a)
........................................ 707.07(j), 710.02(b), 714.15
Claim SUMMAY ....cccoerieeeierieene e 707.07(i)
Complete and clear..........cceeverrenenninerrese 707.07
Copies of references.......c.cocvvvvvvvevieveceseeeenes 707.05(a)
Copy to appliCant ........cccceeieeieie e 707.12
Correction, period for reply................. 707.05(g), 710.06
Correction of Citation ........c.ccceveverrerernenine 707.05(0)
Date StamPed.......ccvereeeiriereereeeeseeee e 707.11
DeCiSIONS, CIted ... 707.06
Drafting criticism in first Office action............ 608.02(a)
..................................................................... 707.07(c)
Election of species required, concluding paragraph
..................................................................... 809.02(a)
Examiner signature at end of letter............cccueneee. 707.09
Examiner’s amendments.................... 706.07(f), 1302.04
File wrapper entry ........ccccooevveenenerenieenn. 707.10, 719.01
Final rejection, clearly stated.........cccooeevinnenienens 706.07
Final rgjection, concluding statement.................... 706.07
Final rgection, patentability report .................. 705.01(a)
First action, includes drafting comments.......... 608.02(a)
..................................................................... 707.07(c)

Formal matters ...707.07(a), 707.07(¢), 707.07(j), 714.02
Full anticipation, expressions used.. 706.02(c), 706.07(d)

Informal application...........cooeveiineninieeiee, 702.01
Initialed by examiner ..., 707.08
Interference notice to patentee .........cccoeeeeeveenene 2307.06
Language in rgecting .........cocveveeevieneeenienennens 707.07(d)
Y= 1T o TR 707.12
Memorandum CIted ..........oecerereereree s 707.06
New drawing required..........ccoeeevereeeneneeennens 608.02(b)
New examiner, primary examiner indicates.......... 707.01
NOLICES CItEU.....neeeeeceee e 707.06
Numbering of paragraphs..........ccccceevvivviveinenns 707.07(k)
OMNIbUS rEJECtioN ........ccevereriecieree e 707.07(d)
Orders Cited....ooveieeeeeee e 707.06
Outstanding requirements............ccoeeevereeereene 707.07(e)
Personal matter excluded .........cccccevevvceienene 707.07(d)
Piecemeal prosecution..........ccccevveeeeeeieeseennens 707.07(g)
Power of attorney invalid or lacking ..........ccccoceeeenee 402
Preliminary amendment in new case......... 709, 714.01(e)
Primary examiner signs............... 706.07, 707.01, 707.09
Primary examiner’'s attention required, list .............. 1004
References, citation..........cccccceeeenee. 707.05 to 707.05(g)

......................................................... 901.04, 901.05(a)
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Examiner’s search facilities, use regulations--Extraordinary situations

Sec. No.
Refusing entry of amendment after Board decision
........................................................................ 1214.07
Rejection of claim corresponding to claim of patent
........................................................................ 2307.02
ReMaIling......ccccovvevviiieireec e 707.13, 710.06
Requirement for information ..........ccccccevevenee. 706.02(c)
Restriction requirement.........ccccceeeveevevesieseeenens 803, 817
REIUME. ... 707.13
Reviewed by examiner ..., 707.08
Shortened time for reply .......coovvevenrnecncnne 710.02
SIgNatUre......coeeeeevese e 707.09, 707.10, 1302.13
Statement of rglection ........ccccceveveveveceneenns 707.07(d)
Status letter reply ..o 203.08
Statutory basis.......coeevenrnere 707.07(d)
SUMMEANY ..ccevecieeiecese e ere e eenes 707.07(i)
Supplemental .........ccccoevverieir s 710.06
UNdeliVEred......ooooveiieieeesesec e 707.13
Examiner’s search facilities, use regulations................... 510
Example, COmMmEeNtS 0N .........cccoeereireeerieneneerieeees 707.07(1)
Example, Operative........c.ccooveveevereerennnns 608.01(p), 2164.02
Example, Prophetic, simulated or predicted........... 608.01(p)
Excess number of claimsfor fee, after notice of allowance
...................................................................... 714.16(c)
Excess number of claims over number of claims previousy
072 0 I o S 714.01(e), 714.10
Excluded attorney or agent............. 105, 407, 713.05, 714.19
Execution of 0ath .........cccoceioeiininieniiee 604, 605.04(a)
Executive Order
NO. 5464 ..ot 1608
NO. 9424 ...t 302, 302.06, 302.08
NO 10,096 .....coovireirrrieieesereee e 509.02
NO. 10,358 ....cecvirieieririeeee et 710.05
NO. 12,598 .....ccceeee e 115,120, 121
NO. 13,202 ... e 115,121
Executor or administrator..........c.cccceveveriennen. 409.01, 605.05
Allowance and iSSUE ........cccvvereeerierenieniecnienens 409.01(f)
Application by, after discharge...........ccoceeeeuenee. 409.01(c)
Assigned application, inventor dies.................. 409.01(e)
F U110 0] 1 S 409.01(b)
Consular certificate........covvvvrerveeseeresesieseneens 409.01(b)
Foreign Country.......c.coeeeereeereencns 409.01(b), 409.01(d)
Helr ..o 409.01, 409.01(a), 409.01(b), 409.01(d)
Intervention not required ...........cccoceeeverecnnnee 409.01(f)
Joint inventors, inventor dies..........c.cocveeveeenen. 409.01(f)
Specification fOorm..........cccvevriiveinienecreeesnes 605.05
EXNIDIT. ..t 608.03
Exhibit, Affidavit under 37 CFR 1.131.....715.07, 715.07(d)
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Sec. No.
EXhibit af INterVIOW .....c.covvvviiririererieeerecse e 713.08
Exhibit, handling ........ccccoeeenreinreiinnecserieeens 608.03(a)
EX parte qUESLIONS .........ccouvveeeereieeesieeeeseeeee s 713.06
Expedited Right of Appeal Notice.................. 2671, 2673.02
Experimental use (See aso Public USg) .......ccccueneee. 2133.03
........................................................... 2133.03(e)
Commercial exploitation...........ccccceveneenee. 2133.03(e)(1)
Completeness of theinvention.................... 2133.03(e)(3)
Factorsindicative of ........... 2133.03(e)(4), 2133.03(e)(5)
Intent to experiment ..........ccoceveeevenreneens 2133.03(e)(2)
Reduction to practice..........cceeevererereneenn 2133.03(e)(3)
Testing by third party ......... 2133.03(e)(5), 2133.03(e)(7)
Testing, developmental ..........cccceceeerereennee 2133.03(e)(6)
When experimental use ends.............c.c..... 2133.03(e)(3)
EXPErt teStimony .......cccevvverecieiecce e 1504.03
Expiration date of patent (See also Term, Patent)
Adjustment under 35 U.S.C. 154 ......... 2710, 2720, 2730
[DI==To o [T 1502.01, 1505
Extension under 35 U.S.C. 156................... 2750to 2764
PLaNt ..o 2701
ULHIEY oo 2701
Export control of patent applications...........c.cceeerereeennnne 120
Exposure of papersduring interviews................ 101, 713.07
Expounding patent [aw ...........cccveeerereneneneeeneneenees 713.02
Express abandonment ..........ccccoeveivveiieiieneein 711, 711.01
To avoid publication of application............. 711.01, 1125
Express Mail deposit ..........cooeeeveneeeneneeneeeseees 513
Express Mail Procedure in ex parte reexamination........ 2224
Express Mail Procedurein inter partes reexamination
.......................................... 2624, 2665, 2666, 2666.05
Express Mail service.......... 502, 506.02, 511, 513, 711.03(c)
.............................................................. 1216.01, 2510
Expunge information in application file..................... 724.05
................................... 724.06, 1002.02(b), 1002.02(c)
Extension of shortened reply period...........c......... 710.02(e)
Extension of time........cccccevevevevesiennenn, 706.07(f), 710.02(e)
................................................................... 1002.02(c)
For filing brief ..o, 1206, 1208, 1215.04
For filing continuing application............c........ 201.06(c)
General fee authorization ..........ccccoevveeveveeeenee. 710.02(e)
Reexamination
EX parte.....ccoocovneiennieienenee e 1002.02(c), 2265
Inter partes........ccooeeeeerernenens 2648, 2665, 2672, 2682
REQUESL........coveececece s 710.02(e), 1002.02(c)
Extension, patent term (See Term, Patent)
Extraordinary situations
Abandonment, revival ............ccoceieiininenennne 711.03(c)
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Facsimile transmission--Figures

Sec. No. Sec. No.
Deferring iSSU.....ccvve e 1306.01 Federal [icenserightsS.......cceceveveneve s 310
Interview after ISSUE........cccvverirereee e 713.10 Federal Rules of Civil Procedure
Reexamination, eX parte.........c.ccoceverererenereseneenenns 2274 Rule 8(b) Cited.........cooeeriicirieeec e 410
Reply period reSet .........ooeveeerieeeee e 710.06 Rule 11(b)
SUSPENSION Of TUIES ... 1002 CILEO. ..ot 402
TIiMEtOfile i 1206 REProduced..........ccceeeeeeeree e 410
Withdrawal from issue........ccccoveevvvneicnienieccsiene, 711.01 Federal Rules of Evidence..........ccccccvveveeunnnen. 2301.02, 2308
Federal Telecommunications System................. 408, 713.01
Fee (See also Refunds)
= AAArESS......cvicece e 2540
APPEA . 1204
Facsimile transmission Assignment FECONAiNG ..cvvvveeeeieieeee e 302.06
AsSignment dOCUMENtS.........oooocorrreee 302.09, 502.01 Credit Cord payment Of ..........cccessveveeee 509, 706.07(f)
Central NUMDEY ...eveeeeeees e 502, 502.01 Current amournts available on USPTO web site.........509
COMESPONTENCE ..o 502.01 s 1730
Declaration or 0ath.........cccocvvivvenenesenceeee s, 502.01 Exami r_1er’ S am.endment """"""""""""""""""" 706.07(f)
PCT international application ............... 1805, 1834.01 E_xFensons Of tIME.vieeiciec e 706.07(f)
..................................................... 1865, 1893.01(a)(1) F|I|n9509 607
MAINENANCE FEES ... eerees e e seesersesersee 2510 ClAMSIN XCESS OF ovvsvvssnrsssmrsssmssssssssnssssnssson 607
Permitted types of correspondence................... 502.01 Dependent (o =11 11~ T 608.01(n)
Prohibited types of correspondence.................... 502.01 Dgpost ACCOUNL. ....ecuvieneieieeeeeesiee e 509.01
Reexamination Disclosure DOCUMENE ..........ocerererereeieneenie e 1706
T 07 =SSR 2224 Inadequ.ate...........' """ e 206
INEEN PANTES ...vcvveeeveeeie e 2624 Internatu.)n.al aopllca.tlon. """"""""""""""" 1810, 1827
Secrecy order application, not permitted ...... 120, 502.01 Nonprpwsonal appl_mamon ........................... 601.01(a)
Federal Circuit (See Court of Appeals for th