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patented files.........ccoerereeieieee e 2205
Affirmation (See Oath; Declaration)
After final practice ......ccvvvvveececeeee s 706.07(f)
Intransitiona application ..........ccccoceveevrenienene. 706.07(g)
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AQOregation.......cccoveeeveeeeeeeee e 2173.05(k)
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Agricultural Research Service.........ccoooeevveenene 1608, 1609
AIDSHIV, petition to make special ...........ccocevveunnee 708.02
Algorithms.......ccccovvveveierccce, 706.03(a), 2106, 2106.02
Alien Property Custodian (A.P.C.) publications
(See also Citation of prior art) ......cccceeeveeereenen 901.06(c)
Allowance and issue (See al'so Allowed application)
........................................................ Chapter 1300
Abandonment after .........cocveieiv e 711.05
All claims allowed, shortened statutory period
...................................................................... 710.02(b)
Amendment, EXaminer’s.........cccceeereneienennene 1302.04
Amendment, Examiner's, Rule 1.312...................... 1305
Amendment after (See Amendment: After allowance)
Amendment after allowance of al claims............. 714.14
........................................................................ 1303.01
Amendment after D-10 NOLICE .....ccveerieeieeieeee, 130
Amendment at time of ........ccocvreveeieierirecee 714.15
Amendment crossing in Mail .........ccccceeeevveeinnnnns 714.15
Assigned appliCation..........ccoceveivreneneneiesiesee e 307
Assignment DiviSion.........c.ccoeeveienee. 409.01(b), 1302.11
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Cancellation of claims after apped ..................... 1214.06
......................................................... 1215.03, 1214.04
Cancellation of claim lost in interference............ 2363.03
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amendment .......cceveveeeeee e, 821.01, 821.02
Cancellation of nonstatutory claim................. 1302.04(b)
Citation Of Prior art..........ccoceeveverenerieeieereseeee 1302.12
Claim for Official Gazette...........ccoceveervreenennnne 1302.09
Claim renumbering.......... 608.01(j), 1302.01, 1302.04(0)
Claim renumbering, dependent claim............... 608.01(n)
................................................................ 1302.01
Classification.......ccocuveevenecinenesenienns 903.07, 903.07(b)
Classification change after allowance................... 903.07
Classification in another Technology Center ...903.07(b)
Companion application referred to...........cc....... 1302.07
Copending application
File wrapper/history notations............. 202.02, 1302.09
Parent application data............c.ccoeeerereennennn 1302.04
Retention 1abel .......ccocoev v 1302.07
Correction of error after allowance...........c.co........ 714.16
CroSS-TEfEreNCe ......coevvereerereeeeeeie e 903.07(a)
D-10 NOLICE. ...ttt e 130
Deceased inventor, notice of allowance.............. 1303.03
Drawing, drafting stamp no longer required .... 608.02(0)
Drawing correction.............. 608.02(2), 1302.04, 1303.01
Drawing in patented file .........c.ccce..e... 608.02(i), 905.03
Erasure of markings.........cccooeveeenennienenenenenenn 1302.01
Examiner’ s amendment (See Examiner’ s amendment)
File wrapper notation ..........cccocevevenenenienicccnienen 1302.09
FiNal FeVIBW ..o 1302
Formal matters ..........ccocevenenenenenennne 714.16, 1302.01
Formal matters, examiner’s amendment and changes
........................................................... 714.16, 1302.04
Formal matters, specification rewritten............... 1302.02
GENEral FEVIEW ..o 1302.01
Interference ... 2305.04, 2307.03
Interference, Notation of ................. 2301.01(b), 2305.04
Interference search .......cccceveveeenen. 1302.08, 2301.01(b)
International classification ...........ccooevevvveieneninncns 903.09
Intervention by eXeCUtor.........cccccevveeeeeereenenn 409.01(f)
Issue classification notations............ccccevereieneens 1302.10
Issue in another TC without transfer ................ 903.07(b)
Jurisdiction of application..........ccccceevenninennenen 1305
Listing of references.........ccoovvvveeevcecccseseseieens 1302.12
Locarno classification designations.................. 903.09(a)

Non-compliant amendment, treatment of .... 714, 1302.04
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Allowance, Reasons for--Amendment

Sec. No.

Nonelected claims canceled by examiner’s amendment
............................................................. 821.01, 821.02

Nonelected claims eligible for rejoinder .... 821 to 821.02

Notice of Allowability 1302.03

Notice of allowance (See Form letters and forms: Notice
of Allowability PTOL-37)

Ordering allowed application............ccccceevevennene. 1306.03
Patentability report, print disposal .................... 608.02(n)

...................................................................... 705.01(d)
Plant appliCation ..........cccoeveenennienerse e 1611
Printer Waiting ......cccocevevievesieseseceeeeeesee s 1309.02
PrO SBuuiiiiecse et 707.07())
Protest agaiNst iSSUE.........ceereeieerienene e 1901

Reasons for allowance (See Reasons for allowance)

RECOId rO0M ..ot 905.03
Reference listing .....cocveeeeeceerencrese e 1302.12
Reissue application .........cccevevievenienie e 1455
Rejection after alowance........... 706.04, 706.05, 1308.01
Rejoinder of claims........ccocoveeeveneeene 821.04, 1302.04(h)
Related applications, file wrapper/history notations
........................................................... 202.02, 1302.09
Related applications, retention labdl ................... 1302.07
Reopening prosecution ............ceeveeererceeienneens 1308.01
Retention [abelS ......ooveeeeeeeeee e 1302.07
Review by examiner .........ccccevvvcvvevcncniesennn, 1302.01
Review by primary examiner..........cccccoeeveeviennns 903.07
Rewritten specification requirement................... 1302.02
Secret application.........cocoeveienerieeieienee 130, 1304.01
Signing file Wrapper.........coeveneninecreeees 1302.13
SPECIA ..o 708.01, 710.02(b), 1301
Specification, clean copy required.............cc...... 1302.02
Statement of iINVeNtion............ccooeveneienenceeene 1302.01
Suggestion of Claims.........cccooevenincinenenees 2305.04
Supplemental oath after ... 603.01
Terminology correspondence of specification and claims
........................................................................ 1302.01
Title of INVeNtion ... 1302.01
Title change by examiner..........ccccoevvcnennccnieenn 606.01
Title search, continuing application............cccceeevunen. 306
TrANSFEN .o 903.08
Undelivered notice of alowance.............cc.......... 1303.02

Withdrawal from issue (See Withdrawal from issue)

Withholding from issue, secrecy order application

130, 1304.01

Allowance, Reasons for (See Reasons for allowance)

Allowed application (See also Allowance and issue)
Definition

Sec. No.
Express abandonment of ...........ccccveeeeeceeciccieniennn, 711.01
File wrapper data..........cccoovveerenenieneiesienee e 1302.09
Ordering ....coeeeeeeereeinireeeee s 1306.03
REECHION ..o 1308.01
Suggesting claim for interference.............. 1003, 2305.04
Allowed claim, rglection.........cccccecveeeeceevereseseseneens 706.04
By Board of Patent Appeals and Interferences....1213.02
AlPhasubClass.........covieineiic e 903.07
Alteration of application after execution................ 605.04(a)
Alteration of application before execution...................... 506
................................................. 601.01(a), 602, 608.01
Alteration of patent application ...........ccocvevvererienenieenns 506
Alternative phrase in claim (See also Indefinite claim)
................................................................... 2173.05(h)
Amended application.........ccccccvvvvenienieceececeeresees 203.03
Amended application, inspection for transfer........ 903.08(c)
Amendment (See alSo REPIY) ....ovververereriieereeriee 714
Accidental eNntry ........coceoeveneieneiene e 714.21
Adding excessclaims........cocooevevneneinenenesee 714.10
After abandonment..........cccccvevreineniennn 711.02, 714.17
After al clamsallowed ..........cccooereiiiiicicnenn, 714.14
After allowance
APProval .......cooeeeineeneneeeee 714.16, 1002.02(d)
Canceling claim ......cccooeevineenice e 714.16
Claim copied from patent................ 714.16(a), 2307.03
ENtry in part ... 714.16(€)
Examiner’saction............ 714.16, 714.16(d), 714.16(€)
EXCESS ClaimS.....c.coieeriieec e 714.16(c)
Formal matters.........ccooveeveneecnnne. 714.16, 714.16(d)
[ F= 1010 |1 oo 714.16(d)
Mailed before allowance...........ccccoeeeneiencnins 714.15
Motion under Rule 41.208(c)(2) (formerly under Rule
1.633(C)(2))veeeeeerereereerennenes 714.16(b), 2363.03
Patentability pointed out ...........ccccoereiireneniennen. 714.16
Reason for adverse action................. 714.16, 714.16(d)
Renumbering claims .........cccocoveneneieniceenne. 714.16(€)
Secrecy order application..........c.cccceeenee. 130, 1304.01
After examingr’ S anSWES .......ccoveeeeeeereeiereenenie s 1210
After appeal, before examiner’s answer ........... 714, 1207
After Board decision .........ccccceueee. 1002.02(d), 1214.01
......................................................... 1214.06, 1214.07
After death of attorney or agent ..........ccoceeeeeeeieiennne 406
After final rgjection................. 706.07(f), 714.12, 714.13
Examiner determines compliance with 1.121 ....714.18
Non-compliant amendment, treatment of ................ 714
After final rgjection, entered inpart........ccccueueee. 714.20
Applicants MUSt SIgN....c.ceieereie e 714.01(a)
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Amendment--Amendment
Sec. No. Sec. No.
At allOWaNCE.....ce e 714.15 Entered in part, after allowance, 37 CFR 1.312
Attorney not of record...........ccccceeeverienenn 405, 714.01(C) et e 714.16(e)
Basisin disclosure .........cocoeeeeniccccninnn 608, 706.03(c) ENIY o 714.18, 719.01(a)
......................................................... 2163.03, 2163.07 Entry denied........cccoeevvecinnnn. 714,17, 71419, 714.21
Beforefirst action ........ccccceveeeneneee 608.04(b), 714.01(€) AppPeal CaSe......coveiricee 1207, 1214.07
Board rgjection avoided...........ccocvvvveninecinnnne 1214.01 Drawing COrrection ........cccccevevvreveeseseenvnne 608.02(x)
By replacement paragraph or section..........cccccevueueee. 714 Drawing New Matter........cceovveverieneresieneeienenenns 608.04
By substitute specification...........ccocceeererieieneniennne 714 LISt e 714.19
Canceled matter restored ..........cccoeveeeennee 608.01(s), 714 Paper NUMDEN .......cccoireee e 714.21
Canceling all claims................ 706.07(h), 711.01, 714.19 Period for reply expired .........ccccoovveenennicnenenn, 714.17
Canceling appealed claims................ 1215.01 to 1215.03 Preliminary amendment ...........cccccevveveenenee. 714.01(e)
Claim added, terminology basis............ccceu..... 608.01(0) Second (or subsequent) supplemental reply.. 714.03(a)
......................................................... 2163.03, 2163.07 Substitute specification unnecessary ..... 714.19, 714.20
Claim numbering............. 608.01(j), 1302.01, 1302.04(q) Unduly interferes with preparation of Office action
Claims e ———————————— 714.03(a)
Added in excess of humber of claims previously paid Entry dir€Ctions........cccoevvevevire e 714
O e 607, 714.10, 714.16(c) DEfECHIVE......cveieeeceirieesc e 714
Clean version.........ccoceeeereneniennn 714, 714.13, 714.16 Entry inadvertent ... 714.21
Marked-up VErSIOoN.........ccccveeneneienenenenereee e 714 Entry in ex parte reexamination............c.coceveeerveneen 2234
Status 1dentifiers.......ececevcever e 714 Entry in inter partesreexamination............c.cccceevnee. 2670
Complete reply required...........cccceveveneee. 714.02, 714.04 Entry of amendment filed in connection with motionsin
Consolidating pending claims....................... 714,714.13 INEEITEIENCE. ... o 2364
.......................................................................... 714.16 Examiner’s (See Examiner’ s amendment)
COPIEf COPIES ..ottt 714.07 Excessclamsadded...........cccoeeerennne 714.10, 714.16(c)
Copying patent claim (See Claim presented = 0 1101 = T 502.01
corresponding to claim of patent) Fees, additional ..........cccovevvveveieceree e 710.02(c)
Crossing mailing of allowance..........c.ccccoovveennnne 714.15 File wrapper endorsement ............ccccevenee. 714.18, 719.01
D-10 notice preceding.........ccoevererenenerieesessee e 130 Filed with application............ccccooeveerenncnienns 601.01(a)
Date of receipt.......ccccoevereeerienne, 505, 710.01(a), 714.18 Formal matters, compliance with..........c.cccceceveneee 714.02
Date stamp FUIlY FESPONSIVE ... 714.02
Officedate.......cccovvvvenrecnennnn 505, 710.01(a), 714.18 HEAING ... e 502
TCrecaipt date .......ccvvveeeeerieieereeee e 714.18 Immediate iNSPECioN ..........ccvvereereneerieeeereens 714.05
DeClaration..........couvueeeerienenenieeeie e 602.01 Improper SIgNature ........ccocveveeeererieenienens 714.01(a)
Defective, directionsfor entry ..........cccceevvenenenee T14.20 714.01(c), 714.01(d)
Delivered to wrong Technology Center ................ 508.01 Ratification.......ccccoevvvveneeeceerece e 714.01(a)
Discharged attorney or agent ..........ccccceeeveeveinenen. 714.19 [NACCUIALE......vecveeeeeeeie ettt 707.07(h)
Disapproval of preliminary amendment ........... 714.01(e) Incomplete reply.......ccovvreeerieenne. 711.02(a), 711.03(a)
.................................................................... 1002.02(d) cerereeenesenrenenesneneneneeneneenenens 114,02 10 714.04, 2266.01
Disapproval of second or subsequent reply ......714.03(2) e 2666.30, 2671
DiSCOUMEOUS .....ccverveeereeeterieereeeeeeeee e 714.19, 714.25 Time for completing.........cccovvvrveeene. 710.02(c), 714.03
Drawing............ 608.02(p), 608.02(Q), 1302.05, 1303.01 e 2266.01, 2666.30
Inreissue application.........ccocvveevvieneeenierieesieenns 1413 Increasing claimsin excess of number of claims
Drawing, dispoSition..........coeeeerererenieccnennenes 608.02(x) previously paid for.......ccoceveeerennnne. 714.10, 714.16(c)
Drawing, new matter........ccccevvevveveereereennn 608.04, 714.19 [Nk, NOt PErMANENt ......ccoccvereee e 714.07
DUPLICAEE. ...t 719.01(a) INspection by eXaminer .........c.ccoeevveneievenenieninnnns 714.05
Easily erasable paper forbidden............... 714.07, 714.19 INtErfEreNCe ..o 2364.01
Entered in Part........coeeveeneneeneneec e 714.20 Inventorship (See Correction of inventorship)
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American Inventors Protection Act (AIPA)--Anticipation rejection

Sec. No.
Jurisdiction of application not with examiner....... 714.16
................................................................ 714.19, 1305
- (TSP 710.02(d), 711, 714.17
Literature citation in specification.................... 608.01(p)
Manner of MaKiNg........cceerererereieneneese e 714
Motion under 37 CFR 41.208(c)(2), Application in issue
...................................................................... 714.16(b)
Name change on file wrapper ......... 605.04(c), 719.02(b)
New matter........ccoeveveeerrennn. 608.04, 706.03(0), 2163.06
Non-compliant amendment, treatment of .................. 714
........................................................................ 1302.04
Nonentry (See also Amendment; Entry denied) ... 714.19
NOt entered........ooveevvieveeiieree e 714.19, 714.21
Not fully responsive........c.cccveeveeenenene 714.02 to 714.04
................................................ 2266.01, 2666.30, 2671
Not fully responsive, time to perfect reply ....... 710.02(c)
............................................. 714.03, 2266.01, 2666.30
Oath, Original ......ccceeeriiirieereee e 602.01
Objectionable remarks.........ccccceevvvrennnne. 714.19, 714.25
Of ClAIMS. ..ot 714
Of SPECITICAION......ccviieeeeecccece e 714
Officedate stamp......cccceeevevvenene 505, 710.01(a), 714.18
Paper NUMDEY ..o 714.18
Patentability pointed out ...........ccccccervenee. 714.02, 714.04
Period for reply ends Sunday or holiday............ 505, 513
......................................................... 710.01(a), 710.05
Permanent ink required...........cccccoeveneene. 714.07, 714.19
Petition NON-entry .........c.ccooevenenenieieeene 1002.02(c)
Plant appliCation ..........ccoveveivennienereeeee e 1610
Post Office address, Applicant...........ccocevevevvenene 605.03
Preliminary ......ccccoeeeveveeceevecece e 506, 714.01(e)
Canceling all claims.........ccccooeeeeenee 601.01(e), 711.01
Denial of entry .......ccooeveenennreneecee 714.01(e)
EXcess claims......cocveeeeeeeieeccee e, 506, 714.10
Filed with application ..........cccccevvvvivvvnennnnene 714.01(e)
Manner of Making .........ccoceeveveevecieneieieenns 714.01(e)
New matter added........... 601.01(a), 608.04(b), 702.01
Non-compliant amendment, treatment of ............... 714
PG-Pub application..........cccccevivvvnieieseneeieeennns 1121
Referred to in oath/declaration............... 601.01(a), 602
Tolessen filing fee ...vvvevveieiiere e 607
Ratification
Signature defective.........coovevrenenicieienn 714.01(a)
[R{S =T o SN 501 to 505, 511, 512
Received after allowance..........cccceu... 714.15, 1303.01
Reexamination ..........ccoceveeeveenienens 2250, 2666.01, 2672
REISSUE......c.oiiiieieiieiee e 714, 1453

Sec. No.
Requirements of .......cccevevvrie s 714.02
Residence change.........ccocoovivveiicievccc e, 719.02(b)
RESPONSIVE ... 714.02, 714.04
Return, after entry on file wrapper ... 719.01
RibbON COPY ... 719.01(a)
Rule 1.312 (See Amendment: After allowance)
Second (or subsequent) supplemental reply ..... 714.03(a)
Severa filed on sameday.........ccoceeeenenecininiennn 714.18
Signature improper.......c.eccveeeeeeneen. 714.01(a), 714.01(c)
..................................................................... 714.01(d)
SigNature MISSING ....c.ccvevereeeeeeeeeesees e 714.01(a)
Signature requUIred ........coceeveeeeneeeeneereseseenes 714.01(a)
Signed by applicant, not by attorney or agent of record
............................................................. 714.01(d)
Signed by attorney or agent not of record .405, 714.01(c)
Statement of allowability by Board..................... 1213.01
Supervisory primary examiner .... 714.13, 714.16, 714.18
Supplemental ..o 714.03(8)
Support by original claim.........cccccceveveiniennnens 608.01(1)
Telephone number........cccooevevveeececeenee, 713.01, 714.01
Unduly interferes with preparation of Office action
..................................................................... 714.03(a)
Unmatched with application file............ccccvenee. 508.03
UNSIGNEd ..o 714.01(a)
Ratification of ........ccccccvvvvvrienene. 710.02(c), 714.01(a)

American Inventors Protection Act (AIPA) (See Statutes:
Public Law 106-113)

American National Standards Institute (ANSI) 608.02

Amino acid sequence (See Biotechnology; Nucleotide
seguences)

AnNaogous Art .....ccocveevreieennenn. 904.01(c), 1302.14, 1504.02
...................................... 1504.03, 2131.05, 2141.01(a)
Analysisof Claims........cocvircininnesee 904.01
Answer, Examiner’s (See Examiner’s answer)
Answer all matterstraversed ........ccooveveeeceeveeiennens 707.07(f)
Answer onremand...........cccccevereenne. 1211, 1211.01, 1211.02
Antecedent lacking (See also Indefinite claim) .......... 706.03
............................................. 1302.01, 2173.05(¢)
Anticipation rgjection............. 706.02(a), 707.07(d), 1504.02
....................................... 2131, 2132, 2133, 2136
Affidavit to OVErcome.......ccocecvcvveeneneneseseens 2132.01
Anaogous art .......ceeeeririeinineesenes 1504.02, 2131.05
Definition Of .....ccvveiecece e 2131
GENUS-SPECIES. ....veveeeeeeeeneereeseesieseesrese e neesee e 2131.02
Generic chemical formula...........ccoceevvreicrinenne. 2131.02
Meaning of
“BY Others’ ..o 2132
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A.P.C. publications--Appeal

Sec. No.
“INthiS COUNEIY” ... 2132
“Known or used” .......cccceveveeveeniennennn, 2132, 2133.03(a)
“Patented in this or aforeign country” ................. 2132
Multiple references, when permitted .................. 2131.01
Oneyear grace Period.........ccooveerereeereneeesenenienens 2133
On sale (See On sale)
Rangesclaimed.........cccccovveevievcneie e 2131.03
Rejections based on publications and
PAENES ... 2133.02
Primafacie Case........ccovivvenineeicierese e 2132.01
Public use (See Public use)
Secondary considerations, evidence of ............... 2131.04

A.P.C. publications (See Alien Property Custodian (A.P.C.)
publications)

Apostille (See a'so Oath; Declaration)........... 301, 409.01(b)
........................ 602, 602.04, 602.04(a), 604, 604.04(a)
Apparatus, Process or product and.... 806.05(¢e) to 806.05(g)
APPEAL ... Chapter 1200
AbandonMENt.........ccccoveririeieere e 1210
Actions subsequent to examiner’'s answer ............... 1210
Administrative handling ..........ccooeeeveevveeccieieienns 1204
Affidavit after appedl .......ccccovevenee. 1207, 1208, 1211.02
Affidavit after Board decision ............. 1214.01, 1214.07
Amendment after examiner’s answer ..........c.coeweee. 1210
........................................................................ 1211.01
Amendment before examiner’'s answer.................... 1207
Amendment for purpose of ..........c.cceeeeee 714.12, 714.13
Amendment makes application allowable............... 1207

Answer, Examiner’'s (See Examiner’s answer)

BIEf e e 1206
In ex parte reexamination...........c.ccoeervreeereenennes 2274
Ininter partesreexamination................. 2675, 2675.01
[N FEISSUE ..ot 1454

BY patent OWNEY .........cocovecereiiee e 1205

Cancellation of withdrawn claims....................... 1214.05

Civil HtIgation.......cooevveveerereeeseseee e 1216.02

Claims copied from patent, time limit .............. 710.02(c)

Claimsincluded .........ccceeevveveennen.. 1205, 1205.02, 1206

Composition of the Board..........ccccceeevereninveniennenn 1203

Concurrently with interference..........ccccocueue. 1210, 2315

Concurrently with prosecution before examiner ...... 1210

ConferenCe.......oeeeeeeeeererese e 1207.01, 1302.14
Ininter partesreexamination.............c...... 2676, 2677

Correspondence address for litigation......... 501, 1216.01

COUIM e s 1216

Court, Federal CirCuit .........coevvvvenieneiseneeens 1216.01
Of an inter partes reexamination................ 2682, 2683
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Sec. No.
Decision by Board.........ccccvvvvvvseneneeeeeesese e 1213
Of an inter partes reexamination ................ 2681, 2682
DiSMISSAl ....ccvevviieiisieiee e 1215.04
Examiner reversed........ccoooveeeveneneneneeieeeeens 1214.04
Examiner sustained ..........ccocoeeevveeneeceienenenens 1214.06
EXaMINEr’ S @NSWES ..ot 1208
Failure to prosecute appeal...........cccooeeenenencnens 1215.04
Fee (SecaSOFEL) .. 1205, 1208
From Board decision..........ccecveeveveerienenne 1216to0 1216.02
HEAMNG ..o 1209
Inter partes Reexamination.............ccceeuue... 2674 to 2680
FlOWCharts.......ccocoeerireeeceee e 2601.01
INErOAUCTION ... s 1201
JUFTSAICEION ... 1210
Matter subject to.....cccccevevvrevrennnne. Introduction, 706.01
Multiplicity rgjection.........ccccccvevvveeeceeseenene 2173.05(n)
New ground of rejection by Board....................... 1214.01
New ground of rejection by examiner in examiner’s
ANSWVET ... ccrreee e e e e e searrre e e e e ea 1207, 1208
New matter affecting claim..........cccccevevveienene 608.04(c)
NOUICE OF ...t s 1205
Order for complianeCe .........cooeverererieeee e 1210
Oral NEAINNG.....cevveeriereeirerer s 1209
Reexamination, eX parte ........c.cceeeeeeeeeereererennnenns 2276
Reexamination, inter partes.........c.ccueeeveevevernrnens 2680
Patentability report Case.........ccooeveeeeeenenenieneens 705.01(a)
Primary examiner’ s attention ..........c.ccoceeevvereeennenn 1004
Procedure after Board decision.................. 1214, 1214.01
...................................................... 1214.03to 1214.07
Protestor participation ............cccceeveeveecenenenennens 1901.07
Publication of Board decision ..........cccccceveneneene 1213.03
Real party in interest .........ccocveeeenerncneen 1206, 1208
Rehearing by Board..........ccccevvreeennne. 1214.01, 1214.03
Reexamination, eX parte.........ccceeeeeveeeeeneeneneseenens 2273
Reexamination, inter partes..........c.coevevenee. 2674 to 2680
Remand by Board............ccccou.... 1204, 1208, 1210, 1211
.......................................... 1211.01, 1211.02, 1211.03
..................................... 1212, 1213, 1213.02, 1214.01
..................................... 1302.14, 2143.03, 2274, 2275
............................................... 2314, 2358, 2681, 2682
Remand by Federal Circuit .........cccoceeeeveveiennns 1216.01
Remanded application made specid ..................... 708.01
Reopening of prosecution after appedl .........cc.c....... 1208
Reopening of prosecution...........ccceeveveevereneneens 1214.07
Reply brief to examiner’ s answer .........cccceeeeveenenee, 1208
Requirement by board to address matter .................. 1212
Secrecy order application.........cccccceveieeenns 130, 1304.01



INDEX

Appealable matter not petitionable--Application

Sec. No.
SIR appliCation .......ccoveveverire e 1105
Statement of allowability by Board .................... 1213.01
Supplemental appeal brief..........cooviinieii 1208
Supplemental examiner’s answer ........... 1207.04, 1211,
........................................................................ 1211.02
Suspension pending civil action or federal circuit appeal
inrelated Case.......covvvveveesene e 1213
Suspension pursuant to 37 CFR 1.56(d) .................. 1213
Timefor filing brief ... 1205.01
Withdrawal .........cccccevuennee. 711.02(b), 1215.01, 1215.02
Withdrawal of final regection.........cccceeveeveveeiciennne 1205
Withdrawal, partia ..........coceeveereennnnn. 1214.05, 1215.03
Appealable matter not petitionable...................... 1002, 1201
Appendix, computer program listing................ 608.05, 1121
Appendix, multiple claim SetS.......cccceeveeevevercevenenen, 1121
Applicant (See aso Inventor; Pro se applicant).............. 605
Abandonment notification ..........cccceveeceeiieinennn. 711.04(c)
Administrator or executor ......... 409 to 409.01(f), 605.05
Age, SPECial StALUS......ccovereeirieeee e 708.02
(071 (1= 01 o1 o S 605.01
Common, at least one.......... 201.03, 201.11, 706.02(f)(2)
............................................. 706.02(k) to 706.02(1)(3)
Comments on statement of reasons for allowance
........................................................................ 1302.14
[DIES o010 1= )Y 714.19, 714.25
Health, special Status.........ccccoevevieveneniececeienns 708.02
HEIT e 409.01(a), 409.01(d)
International application ...........ccocceeereerieennnne. 1805, 1810
.................................................... 1817.01, 1820, 1821
N o] | PR 201.02, 201.03, 2137.01
Mailing address.........ccccceveveveveniese e 605.03
Name change .......c.ccoeeeereeieeiieneennn. 605.04(c), 719.02(b)
Other than inventor ............... 409 to 409.01(f), 409.03(b)
Post Office address........covveereevenenene e 605.03
Power 10 INSPECL........ceveeeeeee e 104, 106
Reply (See Amendment; Reply)
ReqQUIrEMENES ..o 2137.01
RESIAENCE. .....eceeeee e 605.02
Self prosecuted application................... 707.07(j), 713.01
Signature........cccceeeeveenne. 605.04(a), 605.04(e), 605.04(f)
Small entity StatUS........ccevveeririeerereresese s 509.02
SOl 201.01
Application
Abandoned (See Abandoned application)
Abstract of thedisclosure............cccoeeveeeeennen. 608.01(b)
Acceptance of 37 CFR 1.47.......ccooevveneerinnne 409.03(h)
Acknowledgment.........ooovereinineineee e 503

Sec. No
AdAressS MiSSiNG ...ccccceviereeniereeeereerese e 403
Allowable except asto form..................... 706, 710.02(b)
Allowed
DefiNItioN ......ccoo i 203.04
File wrapper data..........cccooeevenenneneneee 1302.09
(@0 = ] oo [ 1306.03
REECHION ... 706.05, 1308.01
Suggesting claim for interference...........c........ 2305.04
Amended definition.........ccceeevviievinncecceeeen, 203.03
ATTaNgemMENt.......ccooviriere e 601, 608.01(a)
Design application................... 1503, 1503.01, 1503.02
Assigned (See aso Assignee; Assignment)
ACCESS..... ettt e 106
ATTOWAINCE ... 307
Conflicting subject matter ........ 706.02(f)(2), 706.02(Kk)
.. 706.02(1) to 706.02(1)(3), 706.03(k), 822, 2302
Inventor deceased.........cccovreereneninesenennnnns 409.01(e)
Assignment for examination
Office of Initial Patent Examination............cc..c...... 504
Assignment to examiner for examination......... 903.08(b)
Assignment to Technology Center
for examination..........cccccceeeeenee. 504, 903.08, 903.08(e)
Background of theinvention............cc.ceeeuennee. 608.01(c)
Best mode........cooeevininiiee, 608.01(h), 706.03(c)
Brief description of the drawings...........c.......... 608.01(f)
Brief summary of theinvention..............c........ 608.01(d)
British English Spellings..........ccovvveineiceneninnens 608.01
Certified COPY ....coerveererieirerere e 608.01
Claim omitted.........ccovvererriineeee e 601.01(e)
Clamterminology ......cccccevevievereseseeeseeieenns 608.01(0)
Clams.....ccccvneenenienns 608.01(i) to 608.01(n), 706.03(k)
Clarity and completeness, examiner’'s action........ 707.07
Classification in Technology Center ................ 903.08(b)
Common ownership ............ 324, 706.02(f)(2), 706.02(k)
.............................................. 706.02(1) to 706.02(1)(3)
........................................................ 709.01, 822, 2302
Completeness...........c..... 201.03, 201.06(c), 506, 601.01
.................................................... 601.01(g), 608.01(p)
Conflicting, same applicant...........cccccvveennee. 709.01, 804
.................................................................. 822, 822.01
CONLENE ... e Chapter 600
Continuation (See also Continuation) ................... 201.07
Continuation-in-part
(See dso Continuation-in-part)..........cccceevvereenen. 201.08
DESIGN .. 1504.20
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Application--Application

Sec. No.

Continued prosecution (CPA) (See also Continued
prosecution application (CPA))

DESIGN. v 201.06(d), 1502.01
Continuity between applications...........c.ccccceeunee. 201.11
Control Of ACCESS........covvveerereiieeeree e 101, 103, 106
COPENAENCY ..o 201.11
Copending, DESIgN.......ccceeveveereiesereeeeee e 1504.20
Correction of inventorship.......c.cceceeeeeeeereresenienn 201.03
Cross-noting

Data of parent application in file wrapper or PALM

bib-data sheet or PALM database............ccccoevvee.

.......................... 202.02, 719.02, 719.07, 1302.09
Data of related application, updating................. 201.11
Foreign application, file wrapper/history notation

.................................................................. 202.03

Foreign application, oath...................... 201.14, 202.04
Description of therelated art...........cccceveneeneene. 608.01(c)
Design (See Design application)

Detailed desCription.........c.cccvereeenenererenieenn 608.01(q)
DiStriBULION ... 508
Divisional (See aso Divisional application)......... 201.06

DESIGN. .ottt 1504.20
Drawings, NECESSAY ........coceeerreererreereesiereeseennes 601.01(f)

MisSiNg figUIeS.......cceevrinirereesceee 601.01(q)
Effectivefiling date ........ccccvevvvrvennee. 706.02, 706.02(a)
Electronic SUbMIiSSion O .........cooeenereinneeerenne, 1730
English language..........cooovvviinininreeeeee 608.01
EXamination..........cccooeverenierieienee e Chapter 700
EXBMPIES....ceiiiieicirere e 707.07(1)
Facsimile transmission..........ccoveevveeeerenesnennenen. 608.01
Fee, filing (See SO FEL) ..covvvvvvvcviieeceeceee 607
Field of theinvention...........ccccoeeorieieicinnnne 608.01(c)
File wrapper continuing (FWC)........ccccvvneenene. 201.06(b)
Filing date.....cccooevveevrerrcee 201.11, 503, 505, 511
Filing receipt (See also Postcard, self-addressed)...... 503
Five year pendency ......cccccveeveneceninenn. 707.02, 708.01
FONE. ot 608.01
Foreign (See also Foreign application) . 201.13 to 201.16
[ 1 1S Chapter 600
Government-owned

SPECIA ..o 708.01
Incomplete........cooevrenecenineeennns 203.06, 506, 601.01(d)

.................................... 601.01(e), 601.01(f), 608.01(u)

DEfiNItION.....coeieereirree e 203.06, 506
INFOIMAl ..o 506, 702.01

DEfINITION....cviiiirieeeiriee s 506

Primary examiner's attention required ................. 1004
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Sec. No.
SEAICH....oice e 702.01, 704.01
SPECIA ...ttt 708.01
INSPECHION ...ttt 103
International (See International application)
International Convention (35 U.S.C. 119)............. 201.13
INValid 08EN.......ccoviiir e 604.06
Issue fee not paid (abandoned).........ccccceuenee 711.03(c)
I ssue simultaneously with another application....1306.02
JUFTSAICEION ... 1305
Mode Of OpEration..........cecevereeerereeieseneeennene 608.01(h)
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Chemical compound..........cccooeeereneieneneeneees 608.01(p)
Chemical practice

Enablement.........cccooeievinec e 2164.06(b)
Generic chemical formula.................... 2131.02, 2144.08
Markush ......ccooeevneneiesenieesens 2173.05(h), 2173.05(0)
Chief Administrative Patent Judge...........c.cceee.. 1002.02(f)
Circulars (See aso Publication).........ccccceevvennins Introduction
Citation of prior art
A.P.C. publications.........c.cceceevernennnniencnennne 901.06(c)
Abbreviatures.........ccoocoviveenincicnens 711.06, 711.06(a)
ADSract ......ccoovveevieiciieienne 706.02, 711.06, 711.06(a)
Allowance, Listing at .......cccceeveeveeieereereneesenneens 1302.12
Applicant’s.......ccoceevreenn. 707.05(b), 707.05(d), 1302.12
Complete data.........cooeeuererieeieereee e 707.05(e)
Copiesfurnished..........ccooeeerinnicnennicneen 707.05(a)
(011 ox 1 o] o S 707.05(q)
Correction, period for reply......ccooeevvevevecerniennnns 710.06
CroSS refEreNCeS .....ccivvueiveeeeere e 707.05(e)
Dataused........ccovvevreneeerinenesinennns 706.02(a), 707.05(e)
Decisions, orders, notices, memoranda................. 707.06
Defensive publications...........cccceevenee. 711.06, 711.06(a)
Electronic RESOUICES.........cccvevieveeieresieeiesieenens 707.05(e)
EX@MINEr’ S @NSWES ........ooveerieneeenieneee e 1208
Foreign language documents............ccceeereeriereenne. 706.02
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Citizenship of applicant--Claim

Sec. No.
Foreign patent data..........cccccevvvrvennne 707.05(e), 901.05(a)
Foreign printed applications............ccccccevevvenene. 901.05(b)
Form PTO-892 reproduced..........cccccoerereencruennene 707.05
INCOMTECE.....ceeierieiirieeser e 707.05(g), 710.06
Literature, in specification...........ccoeeveneeennne 608.01(p)
Mailing copy to patent owner .........cccccevveneene. 2206, 2208
MeEMOranNdUM........cccoerieerereeese e 707.06
NOLICES. ..ottt 707.06
Order of lISHNG.....cceerveerereenereere e 707.05(c)
(O 0 1= £ TSP 707.06
Patents series, U.S. (See dso Patent) ..........ce...... 901.04
Periodical ........ccooveerreinneerreeene 707.05(e), 901.06
Prior art effect of international application ...... 706.02(a),
........................................ 1857.01, 1896, 2136.03
Prior art in application ..........cccceun... 707.05(b), 1302.12
Prior artinpatent ........ccceeevevvnennne, 1920, Chapter 2200
Confidentiality ......cocoeeererreerreeereeereee 2202, 2203
CONEENT ... s 2205
Court deCiSION......c.evueeeeeeeiereere e 2207
[ = 110 |1 oo P 2206
Partieswho may Cite........cccccevivveniene s 2203
Service on patent OWNEY ........cooeevvererieniereseneenenns 2208
Timefor filing ..., 2204
PUBIICaLIONS........coiriiiiieieee e 707.05(e)
REFEMENCES.....cecirecee e 707.05
Allowancein first action..........cccceeeveerereninnns 1302.12
From applicant.........ccoceveveeininnens 707.05(b), 1302.12
Citizenship of applicant...........ccccceveneriiienienieneneens 605.01
Civil actionunder 35 U.S.C. 145 .......cceovvreererenne. 1214.01
................................................ 1214.07, 1216, 1216.02
Civil actionunder 35 U.S.C. 146 .........cccovveuenene 1216, 2358
................................................................... 2360, 2361
L@ - 173 o TS 608.01(i), 608.01(k)
“Adapted for” clausesin........cccoceecerereennn. 2106, 2111.04
“Adapted to” clausesin.......ccccceeceverernennn, 2106, 2111.04
Added by amendment ...........cccceveeeviie e, 608.01(0)
Resultsin change of inventorship...........c......... 201.03
Added in excess of number of claims previously paid for
.......................................................................... 714.10
After prosecution closed.........cccocvvevenene 714.16, 714.19
After prosecution closed, near end of time period
.......................................................................... 714.20
AQOregation .......ccoeeeereneneneese e 2173.05(k)
All AlTOWED. ... 710.02(b)
All canceled.......ccoovveiiieeee e 711.01
Allowable except asto form...........ccceeunee 706, 707.07(a)
.............................................................. 707.07(j)
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Sec. No.

Allowed, Regjection of ........ccccevvvererennnn, 706.04, 706.05
Allowed, Withdrawn appeal ...........cccceeernvrinnnn. 1215.02
Alternative phrase (See a'so Indefinite claim)

Antecedent basis (See also Indefinite claim).. 2173.05(e)
Basisin description ..........ccceeeverenenen. 608.01(0), 2171
Basisin disclosure.........cccceevevveeeeciveeeeeeene 608, 2163.03
Breadth.........ccooovveiiinieennn 2163.05, 2164.08, 2173.04
Broadening in reissue application ........ 1412.02, 1412.03
Dependent claim ... 1412.03
Cancellation by examiner after appedl ................ 1214.05
Cancellation results in change of inventorship......201.03
Change after Board statement of allowability .....1213.01
Combination, old.........cccceeevvrinvirienerecene 2173.05())
Combination and subcombination.................... 806.05(a)
COomMPriSINg....ccooereeereneeeneeeneseeens 2111.03, 2173.05(h)
Considered in deciding reexamination request

Consisting essentially of .........c.ccocvniniiienennn 2111.03

Consisting Of ......ccceverererierinieeneen 2111.03, 2173.05(h)

Construed in light of specification ................... 608.01(0)
................ 707.07, 804, 1206, 2106, 2111.01, 2111.03
....................... 2129, 2145, 2164.08, 2173.05(a), 2184

Copied from patent (See Claim presented corresponding
to claim of patent)

Correspondence with disclosure........... 1302.01, 2173.03
Defined by specification, term ..........ccccooeeerenene 2111.01
[D]= 1< 310 = | AR 608.01(n)
Dependent, objected to when improper ............ 608.01(n)

.......................................................................... 706.01
Dependent on canceled or rejected claim......... 608.01(n)

.......................................... 706.01, 707.07(j), 1214.06
Design application..........cccceevevievenennnnnns 1503, 1503.01
Differing only by functional statement................ 2173.05
Diminishing SCOPE.........ccovrveerinieeriesieereeneene 2173.05(h)
Disclaimer......coccovveveeiivecseseen, 706.03(u), 710.02(d)
Doubleinclusion .........ccccccvvevvenenceceereeseie 2173.05(0)
Duplicate.......covevveeereeieeereeienens 706.03(k), 2173.05(0)
Each mentioned in letter.........ccooevevecevecienene, 707.07(i)
EQUIVAIENCE........coeeeeeeee e 2183
Excess added by preliminary amendment over number of

claims previously paid for ........cccccevvvvrnrennnn. 714.10
Excess over fee after notice of allowance......... 714.16(c)
Fees, dependent.........cccovevevene s 608.01(n)
File wrapper notation ...........coccoceeeerieienesecnenens 1302.09



INDEX

Claim presented corresponding to claim of patent--Claim presented corresponding to claim of patent

Sec. No.

Foreign priority (See also Foreign application) .... 201.13
.......................................................................... 201.14
FOIMLce e 608.01(m)
Function of maching.........ccoceoveeeiniencienne 2173.05(v)
Functional .........coeevineininceeeee 2114, 2173.05(g)
Generic (See aso Generic claim)......ccccceevveennene 806.04(d)
.................................................................... 2173.05(h)
[llustrated by drawing.........ccc.c...... 608.02(d), 2173.05(s)
Improvement (i.e., JEPSON Claim).......cccccevererenienenn 2129
INACCUNALE........e et 2173.03
INCOMPIELE ..o 707.07(j), 2172.01
INEfINITE..cve e 706.03(d), 2173
Independent..........cccooe v 608.01(n)
10 L= SRR 719.04
Indirect limitation .........cccccecevvenene. 706.03(d), 2173.05(f)
INFOrMAl ..o 702.01
International application ..........cccocevveveveeeseeeeseennn, 1824
Interpretation................ 2111, 2111.01, 2111.02, 2111.03
JEPOSON .. 2129
LinKing......coeevineeninecneneee 806.04, 806.05(c), 809,
......................................................... 809.03, 821.04(a)
Linking, GENEXiC.....ccevvveevreereeeeenes 806.04, 821.04(a)
Linking, Traverse of rgection..........c.ccccevueuee. 818.03(d)
Markush.......ocoeevvneeenniinrieen, 2173.05(h), 2173.05(0)
GENENIC ..o 803.02
SUDGENUS......oooueeieiesieeie et 2173.05(h)
SUPPOIT .t 608.01(p)
Means (See alSO MEANS) .....cooeieveineieieeeeeee e 2181
MISSING ..ot 601.01(e)
Multiple dependent ...........ccoecvveveeeeveerere s, 608.01(n)
MUItIPlICILY oo 2173.05(h), 2173.05(n)
Negative limitation ..........cceeeeeriereie i 2173.05(i)
New matter.......ccccoveveereerennen. 608.04, 706.03(0), 2163.06
Reissue application...........coeeeerireecneneccneene 1411.02
Nonelected invention..........cccceevevevevenesnnnne 706.03(m)
............................................ 821.01, 821.02, 821.04(a)
Nonelected invention, Added...........ccoooeiirinenene 821.03
NONSEBLULOTY ..o 706.03(a)
................................................................ 2105 to 2107
Nonstatutory, Cancellation ...........c.ccoeeeerenene 1302.04(b)
NUMDENNG ..o s 608.01())
Objection contrasted with rgjection .............c........ 706.01
Official Gazette (O.G.)..coeerereeerireerereeenieae 1302.09
Oomnibus claim.......ccccov e 2173.05(r)
Ordinary and customary meaning............. 2106, 2111.01
Origingl ..c..oeeeeiieeicee e 608.01(1)
Patentably disStinct...........ccoveveenenninieeene 706.03(k)
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Sec. No.
Plain meaning of claimterm .........cccccccevevevvenene 2111.01
Plant application..........cocooerevenenenieieseee 1605, 1610
PIUREL ..o 706.03(k)
Priority (See also Foreign application).....201.13, 201.14
Product, FUNCLIONAL .........cooeveeiieeeeeecee e 2114
Product by process........cccoevvvvreeennnene. 2113, 2173.05(p)
Prolix (See also Indefinite claim).................. 2173.05(m)
RANGES......coierieererieereee e 2131.03, 2145.05
Reference numeralsincluded ....... 608.01(m), 2173.05(s)
Reissue application
NUMDBENNG ..eveeveecececec e 1453, 1455
Original claim subject to reexamination ............... 1440
Printed in Official Gazette...........cccceeveveveiiinnnne 1455
Sameinvention as original patent .................... 1412.01
Underlining and bracketing.........c..cccccvueue. 1453, 1455
REECHION ..o, 706, 2121 to 2186
Relative terminology .........coceeeereeeneenenienenienn 2173.05(b)
Renumbering at issue.........ccccoeeeeneneee 608.01(j), 1302.01
Renumbering dependent.................... 608.01(n), 1302.01
Singlemeans........cccocvvvevievenece e, 2164.08(a), 2181
Single SENteNnCe........cccoveverereneneeeeeeeie e 608.01(m)
Species, how recognized .................. 806.04(e), 806.04(f)
Species (plural) added..........cceevereeriinicenene 818.02(b)
Statutory requirement..........coeeevereereenereneenes 608.01(k)
Subgenus (Markush type).......ccceeveeeerereesiennnns 2173.05(h)
Subject matter eligibility ... 706.03(a)
Suggested for interference...........ccc.c...... 2305 to 2305.04
Faillure to make .......cccoeveeenincienee e 706.03(u)
Time Mt ..o 710.02(c)
Summary of invention, consistent.................... 608.01(d)
Terminology basisin description...............c...... 608.01(0)
..................................................... 2173.01, 2173.05(a)
UNSUPPOItEd......c.coveeeerieeeeseeeeseene 2163.01, 2173.03
USE ClaMS...cviicierieere e 2173.05(q)
Vague (See also Indefinite claim) .. 706.03, 2171 to 2173
Varying SCOPE....c.ceruereeriereerieruesreseeeeeeseeneeseens 608.01(m)
“Whereby” clauseSin.......cccccevevereneeninnn 2106, 2111.04
“Wherein” clauseSiN........ccceceeveeeveeceeeenne 2106, 2111.04
With motion granted inpart .........ccccceevevvevereneennn, 714.20
Withdrawal of appealed claim.............. 1214.05, 1215.03
Claim presented corresponding to claim of patent (See also
Interference)........ccoeeevvveeenene, 710.04(a), 2306 to 2308.02
After alowance. ......ccoevvvvivvveinceceereee e 2307.03
Appeal of rgection.......cccccceveeeeveeievene e, 1205, 1210
Disclaimer regJection ..........ocevvveverenerienieeens 706.03(u)
Interference pending..........cccooeverenenenieencienens 2364.01
Late amendment .........ccceoerenerenenenieseeeeee e 714.19
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Claiming same invention--Commercial exploitation as on sale

Sec. No.

Not areply to Office action................ 711.02(b), 2307.01
Originmust be stated ........cccoeeveeveeveveccneveceee, 2307.05
Patent filing date later than that of application ... 2306.01
Patent in different Technology Center ..................... 2306
Period for reply .....ccoovveenineccie 710.02(c), 710.04(a)
Prosecution closed ........c.cccveevereneniennn 714.19, 2307.03
REECHON.....ciiiiecece e 2307.02
TC Director’ s attention...........c.cceeeveeeerceeseeieeneenen. 1003
Rejection, Failure to reply to ......ccooevvvrieeeenne. 706.03(u)
SPECIA ..ttt 708.01
TC Director’ s attention required..........ccccvvevrverennene. 1003
Time limit for reply.....ccocevvevieviecieiecececeeee, 710.02(c)
Claiming sameinvention.................. 706.02(f)(2), 706.02(k)
...................................... 706.02(1) to 706.02(1)(3), 715
ClaSS, SCOPE....veeeeeeeeerieseere et e e e ees 903.02(b)
Class, tranSfer.......cvveeeree s 903.05
Class definitioNS.......ccooveevirerieesee s 902.02

BaSIS... e 903.02
BUITELIN . 902.04
DEfiNItioNS.....ccccveeeeresec e, 902.02, 902.02(a)
[DI=STo o DS 903.09(a), 1503.01
Examiner (See Classification examiner)
FOreign PatentS.......cooeveeereeeeceereereseese e 903.03
Index to U.S. Patent Classification.................... 902.01(a)
Classification, Internationdl ............ccccoeeierenens 903.09
INAICES. ... 902.03
INfOrMALioN ......c.coverieirice e 902.03(a)
Insight on USPTO Local AreaNetwork........... 902.03(c)
INternational ..........ccccovveveenence e 903.09
I ssue classification form/sheet/dlip ......903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
Locarno International............coeeeeevenecenenennenn 903.09(a)
Y= g0 = 0] YOS 903.07
MaANUEL ..o 902.01
Patent classification Home Page on the Internet
...................................................................... 902.03(a)
Nonpatent literature........ccoovvveeeveeeeeceerereseseseens 901.06
Numerical INAEX........cevvevevenere e 902.03(c)
OFAErS ..ot 902.04
Patent, Change of ..........cccccvvevniicinereeeeeee 903.05
Patent Classification Home Page on the USPTO Intranet
...................................................................... 902.03(b)
PriNCIPIES ...oveeeeeeeee e 903.02
REVISION.....coiieiireece e 903.02(a), 903.02(b)
Rules governing applications...........c.cccceevvveuene. 903.08(e)
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Sec. No.
Statutory authority ........ccceveverieveesiesie e 903.01
SUDCIASS lISES ..cveveeieiicieieesee s 902.03(c)
Classification examiner
Decision on classification............. 903.08(d) to 903.08(e)
Patentability report.........ccovevvevenneneicneee 705.01(a)
Classification of application..........ccccceeeveiennnns Chapter 900
Allowed application...........ccccceeneee. 903.07 to 903.07(b)
.............................................................. 1004, 1302.10
Amendment affecting.........coccccvererninennenen 903.08(c)
Borderling........cooeevineinieee e 903.08(a)
By appliCant .......cccoceveeireceeeere e 601
CroSS-referenCing ......c.cceeeeeeeereereenesieseeseeeens 903.07(a)
[DIES o017 o [OOSR 903.08(a), 903.08(d)
File wrapper data..........ccooeveereeneneeneneeereneeiens 719.03
Improperly classified........ccooevvveiciieicneieenns 903.08(a)
In another Technology Center at allowance
............................................ 903.07(b), 903.08(a)
New application, by Office of Initial Patent
Examination.............cceeueuene. 903.08(a), 903.08(€)
New application, by SPE........c.cccceeevvnieinnnne 903.08(b)
Post Classifier ... 903.08(e), 903.10
Preliminary ... 601
RUIES QOVEINING ..o 903.08(e)
Transfer to another Technology Center............ 903.08(a)
..................................................................... 903.08(d)
Classifier, POSt.......cccccvriienneinnieeneniene 903.08(e), 903.10
Clean copy of specification .................... 608.01(q), 1302.02
Clearance for new law interpretation............cccoveeeereene 1208
Closed prosecution except for formal metters........ 707.07(j)
................................................ 710.02(b), 714.14
Prosecution not closed..........ccooeienenenenieene 707.07(j)
Closing of Patent and Trademark Office............ 201.13, 510

Code of Federal Regulations (CFR) (See Rules, Patent
(Code of Federa Regulations))

Coinventor, Power of attorney........ccoceeeeveeveevvereeseennn, 402.01
Collateral estoppel (See also Estoppel) ......cccoceveeneee 2012.01
Ex parte reexamination ............cccooeveeenenenenenenennene 2259
Inter partes reexamination ...........ccoccevererenenesennne 2659
Combination and aggregation............ 2173.05(j), 2173.05(k)
Combination and subcombination............cccccueeen. 806.05(a)
............................................ 806.05(c), 903.02(b)
Comments on tests or examples..........cccceeeverennnne 707.07(1)
Commercial activity as on sale (See aso On sale)
........................ 706.02(c), 2133.03 to 2133.03(¢)
Commercial exploitation ason sale
(SeeadsoONsAE) .cevcevieeiinnne, 706.02(c), 2133.03(e)(2)



INDEX

Commercial success of invention, affidavit alleging--Consular certificate

Sec. No.

Commercial success of invention, affidavit alleging (See
also Affidavits, traversing rejections (37 CFR 1.132))
........................................................... 716.03, 1504.03
Commissioner for Patents
(See aso Director of the USPTO; Office of the
Commissioner for Patents) 409.03, 708.01

720.01, 720.02, 720.03

Action requiring attention of
Failure to identify claim as copied from a patent

................................................................ 2307.05
Duty of Disclosureto......ccccceeeveveresennseesenennn, 2001.03
Mailing address.........cccccevevenievesesese e 501
Statutory Dasis........oceeeeeeeire 1001

Commissioner initiated reexamination (See Director
initiated Reexamination)
Commissioner for Trademarks
Petitionsdecided by ........cccoeveveeceveieieciei, 1002.02(i)
Commodity Control List (CCL) ....cvverererieieieieie e
Common applicants......... 715.01(a), 706.02(f)(2), 706.02(k)
706.02(1) to 706.02(1)(3), 709.01, 2137
Common knowledge, usein rgjections.....................
Common ownership ......706.02(k), 706.02(1) to 706.02(1)(3)
Conflicting claims..........cccveevirecniene. 303, 706.02(f)(2)
....................... 706.03(k), 709.01, 804, 822, 2302
Evidence required for establishing................ 706.02(1)(2)
Common representative for international application
402.09, 1807
Communication with suspended or excluded attorney or

Companion case, retention label 1302.07
Comparative tests (See also Affidavits, traversing rejections

(37 CFR 1.132)) e 716.02(b)
Complete application ........ 201.03, 506, 601.01 to 601.01(g)
Complete British specification..........c.ccoceeeveieieneene 201.15
“Comprising” astransitional phrase.........cc.ccecevuenne. 2111.03
“Comprising” in Markush claim ..........ccccceevvenene 2173.05(h)
Compact disc submissions................ 608.05, 2421.04, 2425

AmeNdmMENtStO......ccoeverereeerereerereeereeee 608.05, 2426
Computer Programs.........ccceeeereseseneens 608.05(a), 2425
REQUIrEMENES ..o 608.05
Sequence ListingS.....cccveveveevere v 1823.02
................................................ 2420, 2422.03, 2424.01
Tables....ccooieireereeeas 608.05(b), 1823.02, 2424.01
Computer generated iCoNS.........cccvvereeerereeerrenenne 1504.01(a)
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Sec. No.
Computer programs or software
Adequate disClosUre..........cccoveevierececeeees 2106.02
Affidavit practice .......ooveeeevereineeeeee 2106.02
Best MOdE.......ooeeeeeieeeeeee e 2106.01
Deposit Of 1iStings .......cocvereeereneeereene 608.05, 608.05(a)
Enablement........ccoooveiiineinene e 2106.01
Patentable subject matter.........cccoovveevievccenenieee 2106
Printed in PG-PUD ..o 1121
Undue experimentation ...........ccccveveereeeneneeens 2106.02
Written description...........ccccoeevenennenencneneenne 2106.01
Concealment........cccevcevevvcercecceere e 608.01(h), 2138.03
Conception........coevrvruennn 715.07, 2138, 2138.01, 2138.04
Concordance, International and United States classification
.................................................................. 903.09
Concurrent Office proceedings.........ccccceveverievesiesnnnnns 2282
Conduct of ex parte reexamination proceedings............ 2254
Conduct of inter partes reexamination proceedings......2654
Confidential citation of prior art..........c.ccceeevnenene 2202, 2203
Confidential material .........coceeevvvveeennene 121, 724 to 724.05
Confidential material submission ...........cccceune... 121, 724.02
Confidential party of interest..........cccovevererene. 2202, 2203
Confidential status of application.............. 101, 706.02(f)(2)
Same applicant ................... 706.02, 706.02(c), 706.03(k)
............................................. 709.01, 804, 822, 822.01
(U [ S (o ) O 201.06(d)
Confidentiality, pending applications................ Chapter 100
Confidentiality of international applications................... 110
Confirmation NUMDEY ..o 503
Conflicting applications, same assignee...........ccocevereennen. 303
................................... 706.02(f)(2), 706.02(k), 709.01
....................................... 715.01(b), 804.03, 822, 2302
Conflicting applications, same attorney.......... 2309.02, 2305
Conflicting oaths or declarations..........cccccvcveervenenne. 201.03
Congress, Inquiry on status of application by member of
............................................................. 203.08(a)
Conservator, Authority recorded ..........cccoveveecveivennenn. 409.02
Conservator, Legally incapacitated inventor .............. 409.02
“Consisting essentialy of” astransitional phrase.....2111.03
“Consisting of” astransitional phrase.............cccce.e... 2111.03
“Consisting of” in Markush claim............c......... 2173.05(h)
Constitutional basisfor patents............ccccceevennens Introduction
Constructive election (See also Election of species)
.................................................... 818.02(a), 818.02(c)
Constructive notice to patent owner of request for
FEEXAMINGLION ..o 2230, 2630, 2654
Constructive reduction to practice..........cccevevererrennn. 715.07
Consular certifiCate.........covvreriieienene e 604.04
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Consular certificate, Foreign executor or administrator--Continued Prosecution Application (CPA)

Sec. No.
Consular certificate, Foreign executor or administrator
.................................................... 409.01(b), 409.01(d)
Consular certificate, OmissSion Of ...........cccceeerennene 604.04(a)
Consular OffiCaN ....ccoeeeeeeere e 604.04
Content of ex parte reexamination request ................... 2214
Content of inter partes reexamination request .............. 2614
Continuation..........coeeererveeenn 201.06(c), 201.07, 601.01(a)
Assignment carried from parent.................... 201.12, 306
Continued prosecution application (CPA) ........ 201.06(d)
COPENENCY ..o 201.11
Cross-reference to prior application...................... 201.11
DEfINItION.....coiceieecee e 201.07
DESION ..t 1504.20
Effectivefiling date ........cccooeeveiniieiniecee 201.11
File wrapper continuing (FWC).......cccceevevveneene. 201.06(b)
File wrapper/history notation...........c.cceeevevvernnnnns 202.02
Final rgection on first action..........ccccceevvvenenee. 706.07(b)
Identification on letter of transmittal ............ccccceeeee. 506
INSPECLION Of PArENt ......oveveveiecirieeee e 103
Inter partes reexamination of ..........cc.cceevvveveeeeeceennn 2611
Internationa application ...........ccocevevvrenereriennn 1817.02
International application as parent........... 201.11(a), 1895
Inventor, at least onein commonN..........ccccceevuenne. 201.11
NEW MEer ..o 201.07, 608.04(b)
Ot ... 602.05(a)
OWNEISNIP.c.c v 201.12
Parent application datain specification ................ 201.11
Parent application data noted in file history/wrapper
........................................................... 202.02, 1302.04
Reference to parent application ..........c.cccceevveenen. 201.11
Reference to parent application inadvertently omitted
........................................................................ 1302.04
REISSUE......iiieee e 1414, 1441, 1451
RESIFCHON....veieeeeee e 819
01 (o) I 201.06(c)
RUIE 1.53(d) ...vveeeeeerieiresieeseeeee s 201.06(d)
Rule 1.60 application, Former ...........ccccocevveuene. 201.06(a)
Rule 1.62 application, Former ...........ccccocevueuene. 201.06(b)
Terminal disclaimer, effect in.......ccoovvevviiennee 1490
Timefor filing.......ccoovveeevereiese e 201.11
When patented, opens parent application to public
INSPECLION ...ttt 103
Written description requirement ..........ccoeeevenee. 201.11
Continuation-in-part........ccccceeeevvrierernnnne. 201.08, 601.01(a)
Assignment from parent does not apply ........ccccceeee.. 306
COPENAENCY ..ot 201.11
Cross reference to parent application.................... 201.11
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Sec. No
DEfINIION ...coveieeee s 201.08
Design appliCation..........covevreneeeseneseniere e 1504.20
Effectivedate ........cccoveenenenee 201.11, 706.02, 2133.01
File wrapper continuing procedure................... 201.06(b)
File wrapper/history notation .............ccccveeerieneenns 202.02
Filed by @SSIgNEe......cccoeevevecere e 324
Identification on letter of transmittal .........ccccvceeeeeeneee 506
INSPECLION Of PArENt.......coveeeeiriieeiereeee e 103
Inter partes reexamination of ............ccoceveevrenenenen 2611
International application..........ccoceevvevererieicnienenn 1817.02
International application as parent ................... 201.11(a)
Inventor, at least onein common ...........cccceeeeeenee. 201.11
OWNEISNIP ..ttt 306
Reference to parent application............ccoceeeeereenens 201.11
Rejection over published priority document ....... 2133.01
RUIE 1.53(D)....ccveeeieiecrcesecee e 201.06(c)
Rule 1.62, FOIMEr ......ccooviierinenereneeeeieene 201.06(b)
Timefor filing......cccoeerinere e 201.11
When patented, opens parent application to public
19157 o o] o IS 103
Continued Prosecution Application (CPA)......... 201, 201.06
..................................................................... 201.06(d)
Amendments before first Office action............ 714.01(e)
Application NUMDEr ..o 503
Assigneeright to take action .........cccccevvveeveneveeeenne, 324
Certificate of mailing or transmission..........c.cccceeuee.e. 512
Complete non-provisiona application .................. 601.01
..................................................................... 601.01(a)
Continuation-in-part not permitted............cocoevenee. 201.08
Continuity with parent.........c.ccceeveeveeveeienesene e 201.11
Correspondence. ........coeeeveeereneeeeneeie e 502, 502.01
Cross reference to previous application ................ 202.02
Design application...........ccceeeeeriennne 201.06(d), 1502.01
Eliminated for utility and plant applications.... 201.06(d)
Express abandonment of prior application............ 711.01
..................................................................... 711.02(b)
Fees
Asof thefiling date.........cccveviircinincnens 2164.05(a)
Reissue application.........ccocvvevvvenerieeiereeneneseens 1415
FOreign Priority ...ccccveeeevesese e 201.14
Improper CPA treated as RCE ......... 201.6(d), 706.07(h)
Information disclosure statement in parent .......... 609.02,
707.05
Inter partes reexamination of ..........ccccceeevenierennennn, 2611
Patent term ......cooeevereeseee e 1303, 2701
Plant application, no longer available............... 201.06(d)
PrOTY eoeeeeceecceeee e 1302.04



INDEX

Continuing application--Correspondence

Sec. No
Published as PG-Pub .........coceoiiinciiee 1120
REISSUE ...ttt 1430
Restriction requirement in prior application.............. 819
SUSPENSIoN Of aCHTON .......ccoveeieieee e 709
Terminal disclaimer, effect iN......ccocovveeeevciieces 1490
Utility application, no longer available............. 201.06(d)
Continuing application.................. 201.11, 1302.12, 1302.04
Specific referenCe ... 201.11
Continuing data (See also Cross-noting)........c.ccceeee... 202.02
Continuity between applications.........c.ccoeevereennne. 201.11
Control of inspection by assignee ..........ccecveveevvevererennn, 106
Convention, International (See also Treaties) ............ 201.13
Converting nonprovisional and provisional applications
.................................................... 201.04(b), 601.01(c)
(0007 010 (= o Tos Y S 201.11
Copending U.S. application
Common ownership......ccccceeveeens 706.02(k), 706.02(1)(2)
Design application .........ccccoeievenenenencnceeeene 1504.20
Different inventive entities...........cccoceveennee. 706.02(f)(2)
................................................ 706.02(k), 706.02(1)(3)
Duty of disClOSUr€iN.......ccceeveeeeeieeiesece s 2001.06(b)
Terminal disclaimer practiCe.........ccvvevevievecnieenns 1490

Copied patent claim (See Claim presented corresponding to
claim of patent)

COPIEN COPIES.....veeueeeeeeriesiesiestestesreeseeeeneeeeseesseseesnens 714.07
Copies of prior art with reexamination request
EX PArte......co ot 2218
INTEN PAMTES.....ciieeeie et 2618
Copies of published applications............c.cccverecerennnne. 1128
Copy of foreign application, certified...........cc.coeuene. 201.14
Copy of printed patent in reexamination
EX PArte......co it 2219
INTEN PAMTES... oo e 2619
Copying ex parte reexamination file by public............. 2232
Copying inter partes reexamination file by public........ 2632
(000701, 0] 1 (=TS 608.01(v)
Relationship to design patents.........ccoceeeeeereeeeeeenen. 1512
Correction of drawing ..........cccoeeeeeerenenn 608.02(p), 1302.05
Annotated Sheets.......ccoovvveeevceecccesee e, 608.02(v)
Approval by examiner ........cccceeevevievennseseene. 608.02(x)
Corrected stamp no longer required.................. 608.02(0)
Deferrable........cooeonniiiicie, 608.02(b), 608.02(p)
Marked-uUp COPY ....cceverveeeeerieenienieeseeseeesieseens 608.02(V)
NEW MELEN ... 608.04
NOL BPPIOVED ..o 608.02(x)
Order fOr ..ovvviveececee e 608.02(x)
Replacement sheets........ccocoeervreecnae 1302.05, 1303.01

1-21

Sec. No.
Required by drafting.........cccceevvvvienienenieeiennns 707.07(c)

Correction of inventorship
APPHCALTION....ceiiieieeeeeeeeeee 201.03, 605.04(g)
Consent of 8SSIgNEL.........cceruirreeriiieeree e 201.03
Continuing application..........cccvereeneneieneneenn 201.03
During ex parte reexamination.............cccceceeernns 2250.02
During inter partes reexamination............ 2658, 2666.03

In a patent

By acertificate of correction.................. 1412.04, 1481
By filing areissue application ............... 1402, 1412.04
1Y TES o] 0o [=: PR 1412.04
PTO Procedure........ccoeverere e 605.04(0)
Correction of name.................. 201.03, 605.04(b), 605.04(c)
Correction of patent..........ccccveererrererniesenens Chapter 1400

By reexamination (See Reexamination, Ex parte;
Reexamination, Inter partes)

By reissue (See also Reissue application) ... 1401 to 1470

Certificate of correction ...........ccocveenenennens 1480 to 1485

Statutory disclaimer (See also Disclaimer; Termina

iSCIAIMEN) ...veeeceeeee e 1490
Correction of PG-PUD. ........cccooveiiviinerineneseeseees 1130
Caorrection of reference citation................ 707.05(g), 710.06
Correspondence (See also Mail stop)

Address of PTO......cccceiveveiieceee e 501, 502
Addressin secrecy order applications..........ccceveuee. 120
Address of patent OWNEr.........ccoevveveverecieseseseenens 2622
Address, official mailing.........ccccooereieninnincee 501
Addressof alaw firm ... 403
ASSOCIAte GLOMNEY ... 403.01
Boxes (See Mail stop)

Continuing application..........cccceeveeeeveeieereeneenns 201.06(c)
Crossing iNMall .....ccevereeieeeie e 714.05
Duplicate filings.......cccocevrerienne. 403, 502.04, 714.01(a)
Electronic mail ....... 502.03, 713, 713.01, 713.04, 713.05
Facsimile transmission .........ccoeovevecneneicnenienens 502.01
| dentifying with issue batch number (no longer required)

........................................................................ 1303.01

MaintenanCefee ... 2542
Plural attorneys.......ccceeeeeeeevesie e 403.02
Post AIIOWANCE.........coeerieireeereee e 502, 1306
Published application ..........cccccevviieienenecieeceeeein, 1134
Receipt and handling...........ccoovevenenicnnnne. Chapter 500
Reexamination, eX parte.........ccceoveveeeeeneneneseenens 2224
Reexamination, inter partes.........ccooveveceeverereesennnn, 2624
Signature requireMeNts..........ccoeeveeereeeeveereeseesnens 502.02
Third party, application published............cc.cccoenne. 1134
Withwhomheld.........ooooiiiii e, 403
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Counter-terrorism inventions, specia status--Deceased inventor

Sec. No.
Counter-terrorism inventions, specia status.............. 708.02
Counting aCtiONS.......c.ccceieeeeeeiereese e seens 1705
Countriesfor foreign priority .........cccceeeeeeeeenenennneens 201.13
COUNLIY COUBS ....oveeertiriieieee et 1851
COUPONS ..ot Introduction
Court decision
Certificat@ Of ....oovvvececeece e 1216.01
(0117 1700 o [ 707.06
Dissemination Of .........cceovevereniesinie e 1720
Entry in patent file ... 2207
Treatment Of .......covvereinire e 1721
Unpublished deciSions..........cccceceeeveneceseceeeeen 2677
Court of Appealsfor the Federal Circuit (CAFC)
..................... 711.02(b), 1002.02(k)(1), 1002.02(k)(3)
...................................... 1214.06, 1216, 1216.01, 2358
Appedl to, from an ex parte reexamination.............. 2279
Appedl to, in an inter partes reexamination
................................................................... 2682, 2683
Court ordered inter partes reexamination................. 2686.04
Court papers, service on Director..........coveveeeveereenieneens 1216
Cover sheet — provisional application.................. 201.04(b)
CREATE Act (See Joint Research Agreement)
Credit Card Payment Form PTO-2038 reproduced......... 509

Criteriafor deciding ex parte reexamination request .... 2242
Criteriafor deciding inter partes reexamination request

.................................................................................... 2642
Cross appeal to the Board of Patent Appealsin inter partes

FEEXaMINGLTION ......oiviieiieiee e 2674
Cross appeal to the Federa Circuit in inter partes

FEEXAMINALTION .....c.vveieererererre e 2683
Cross-noting

Data of parent application on file wrapper/history
........................................................... 202.02, 1302.09

Data of provisional application in specification.. 1302.04
Data of provisional application on file wrapper/history

.......................................................................... 202.02
Data of related application in specification........... 201.11
........................................................................ 1302.04
Foreign application cited in an application oath
............................................................. 201.14, 202.04
Foreign application, file wrapper/history.............. 202.03
In original patent file of reissue application.......... 202.05
Reissue applications..........ccoceevenerercnenennenn 1451, 1455
SPECIfiC rEfErenCe ...covvveeeeeeeesec e 201.11
Cross-reference
Another application (See also Cross-noting) ...608.01(p),
................................................................... 1302.04
Rev. 3, August 2005
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Sec. No.
Art COlECHION.....cceieeeeeeeee e 903.02(c)
At alowance.........ccovvveeivineneneeenes 903.07, 1302.04
CItING. vt 707.05(e)
Noted during examination............cc.cccceereeuenen. 903.07(a)
Required for al claimed disclosure.................. 903.07(a)
Crossed MailiNgS ....cccvevveevereeeeesese e 714.05
Customary meaning of claim term.................. 2106, 2111.01
Customer Numbers............. 402, 403, 711.04(c), 2515, 2540
Change of address........c.coeeveneneneicneneesee 601.03
Correspondence relating to........c.cooeeevereienenieicsennee 403
Customer Service Center .........ceueuene 104, 508.04, 608.02(2)
.................................... 714.13, 1430, 1470, 1730
Customer Window .....103, 501, 502, 505, 710.02(¢), 714.13
................................................... 1430, 1470, 2422.09
D
D-10 NOLICE ...veveetereeresterieie e et saee st saenens 130, 1304.01
D-11 NOLICE...cveieieeeeeeeeeee et 1103
Damage, Proof of irreparable...........ccocevveeeeenene. 409.03(g)
Databases (See Electronic databases)
Date
Amendment ... 505, 511, 512
............................................ 710.01(a), 710.05, 714.18
Citation of foreign patent ................ 901.05(a), 901.05(b)
CONVENLION ... 201.13
FIliNG .o 201.11, 502, 503, 505, 506
...................................................... 506.02, 1002.02(b)
Filing, Refusal to accord ........cccovveeeeenee. 506.02, 2133
Foreign application (priority) ...... 201.13, 201.14, 201.15
INVENLTION .o 2137, 2138
Maintenance feesdue..........cooevvreneneneenesese e 2506
OffiCE aCtION....cceeeececeee e 707.11
Office stamp.....cccovvevvvvreresesiennn, 502, 505, 506, 714.18
Reference........ccooevvevvvinnnnne 706.02, 707.05(€e), 707.05(f)
................................................. 715, 715.01, 715.01(c)
Technology Center Stamp..........ccveeeeeeereeneereeseeen 714.18
Date no longer entered on drawing............ccceveeeeee. 608.02(0)
Date of execution of 0ath..........cccceeevvrninncncneennn, 602.05
Date stamp, Technology Center ..........ccocvvveveeveereennnns 714.18
Death of attorney .......cccccevecieievece e 406
Death of inventor (See also Administrator or executor)
........................................................... 409 to 409.01(f)
Deceased inventor
Allowance not withdrawn ..........c.ccccvevverninenenn 1303.03
Legal representative as applicant ............ 409.01(a), 1820



INDEX

Deceptive intent--Deposit account

Sec. No.
Proof of authority of ........ccccccevvveiieviciiene 409.01(b)
Legal representative refusesto sign.................. 409.03(c)
Deceptive intent (See also Fraud; Inequitable conduct)
Biotechnology process.........ocvererereeserenuennes 706.02(n)
Foreign filing licenses........c.ccovvveeenieenne. 140, 706.03(s)
T 1701 00T S o o 201.03
REISSUE.....coiieieierieice e 1402, 1414, 2012
Decision
By Board of Patent Appeals and Interferences........ 1213
........................................................................ 1302.14
Dissemination Of .........ccocovireininennene e 1720
Ex parte reexamination............ccoceeeeveeeeieeieeiennens 2277
Inter partes reexamination............cccceeeeueene 2681, 2682
Reconsideration of ..........cccceeeevevenienescnceeene 1214.03
Treatment Of ... 1721
L0717 1o o SR 707.06
Ex parte reexamination rehearing request ............... 2240
Governs examiner’Saction ..........cccceeveveenne. Introduction
LiSted ..o Appendix 11
Oninterference Motion ..........cocveevinerenecnieenes 2340
Ordering ex parte reexamination ...........ccccceeevvenene 2246

Ordering inter partes reexamination (See
Reexamination, Inter partes: Decision on the request
for inter partes reexamination)

Public availability ........ccccoevrriinreceeneeeeeere 103
Publication Of .........cccoveirnince e 707.06
Declaration (See aso Oath)........cccooeiiniiininienieene, 602
After appeal ..o 1211.02
AMENAMENT......ooiiieeeeeeerere e 602.01
Attached to specification .........cccccevevvrvvrenenne. 605.04(a)
Change of inventorship........c.ccccvevvevrienerenienenenn 201.03
Copies, filiNg Of .....ccoeiiiiee e, 602
Copies from prior application..........ccoeeevereenene 201.06(c)
Date Of EXECULION.......cceeeeeeeeieeeere e 602.05
DEfECHIVE. ...t 602.03
Delayed filing ......ccoeeeevieieiece e 506
Executed before dterationsmade..................... 605.04(a)
Facsimile transmission...........coceeeveveeeecenennns 502.01, 602
Foreign priority applicationslisted.............ccc....... 201.14
......................................................... 201.14(c), 202.04
International application......... 1820, 1893.01, 1893.01(a)
....................................... 1893.01(a)(1), 1893.01(a)(2)
............................................ 1893.01(a)(3), 1893.01(€)
................................................ 1893.03(a), 1893.03(b)
................................................ 1893.03(g), 1895, 1896
Inventor refuses to sign or cannot be found............... 603
MiINOTE, BY ..o 409

| -23

Sec. No
NON-ENglish .....ocveeeeee e, 602.06
Plant patent application............ccceevveveeienieieseneeene, 1604
Refersto preliminary amendment.............. 601.01(a), 602
Reissue application........c.ccccecvenreniennnn 706.03(x), 1414
.................................................... 1414.01, 1444, 1455
Signed before alteration ........coccceeeeceecieveennne, 605.04(a)
SUBSHITULE. ... 602.02
Declarations, CONflicting.........cccoereerirecerineeereene 201.03
Declassified Matter .........ocoeveeveererneerereesesenens 707.05(f)
Dedication to the publiC..........cccoveeevererennrrsiene, 715, 1490
Defective 0ath..........ccovveiriiriirinesee e 602.03
In reissue appliCation...........ccoevererenieciieneere e 1414
Defects, correction of, in request for ex parte reexamination
............................................................................. 2231
Defects, correction of in request for inter partes
FEEXAMINGLION ....cveeeiiieie e 2231
Defense, applications affecting................ 115, 120, 130, 140
Defensive publication citation.............coceveeerenne. 711.06(a)
Defensive publication program.........c..c.ecveeereneeeennes 711.06
Deferral of examination...........ccoeeeevereenenniennnseneenes 709
Definition of Class........coeveeeeeeieiireiecreeeeeee e 902.02
Delegation of Director’ sauthority ...........cccccvevenene 1001.01
.............................................................. 1002, 1002.02
Demonstration at iNterVieW.........ccocvvveereeeeeieeneeseneens 713.08
Denial of request for reexamination ............... 2247, 2247.01
.............................................................. 2647, 2647.01
Department of Energy (DOE).......cccceeeieiennnienine 115, 140
..................................................... 150, 151, 706.03(b)
Department of Commerce, Organization Orders
30-3A CItEA ..o 510
30-3B CIted...c.cereeeieieierereeeer s 510
Dependent claim.........ccooeeeeieninene e 608.01(n)
Objected to when base claim iscanceled ......... 608.01(n)
...................................................................... 707.07())
REISSUE ..ot 1455
Treatment in inter partesreexamination ............. 2660.03
Dependent claim, objected to when improper ....... 608.01(n)
.................................................................. 706.01
DePOSIt aCCOUNL ......eeeveeeeeeeereese e e 509.01
AULhOrZations.........cccovveevineencecne 509.01, 1302.04
EXtensions of time.......cccccvvvevievevevesecee e 706.07(f)
International applications................ 1847, 1850, 1875.01
ISSUETEE....ceiiieeierre e 1303, 1306, 1308.01
Maintenancefee.......coeovinencneenene 2510, 2515, 2522
OVENAraWN......civiieeirieies e 509.01
Petition 8 ...cecieece e 711.03(c)
REfUNAS ..o 509, 607.02
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Deposit Account Division--Design application

Sec. No
Replenishment ..........ccoeveveeeececsese s 509.01
Mailing address ........ccccceeveeievececeeeee e 501
Deposit Account DiViSION.......coeeerereeieeneerienee e 509.01
Deposit of microorganisms (See also Biotechnology)
.................................. 1605, 1823.01, 2402 to 2411.05
Deposit of correspondence.........ccocvvvvvrevesererseereereenens 502
Depositions
EVIENCE ...t 1901.02, 2013
Of EXaMINEr ...oveeeeee s 1701.01
Deposit rules (See a so Biotechnology) ........... Chapter 2400
Acceptable depoSitory........cveveveverence v 2405
Background information..........ccccceeeeveveneneceeieennns 2401
Biological material, definition ...........cccceeeveeiienennen. 2403
Biological material, made or isolated without undue
EXPErimENtation........ccceeeeereerere e 2404.02
Budapest Treaty (See also Treaties)........ccevvecvereenen. 2402
Budapest Treaty depositories........coovvvveeeveceeeennnn 2405
Depositories, Current list of Budapest Treaty .......... 2405
Effective date.......coeeeeevcieecec et 2401, 2402
Examination proCcedures .........ccccovvivvevenesieeeeseenens 2411
After grant ......ccoceeeeeevceeeee e 2411.04
Application in condition for allowance except for
EPOSIT ..ttt 2411.03
Certificate of correction.........c.cccecevvrcevvreneene 2411.04
Content of application regarding deposited material
................................................................ 2411.05
Need for 37 CFR 1.312 amendment................. 2411.03
REISSUE.......oieiiiieiee e 2411.04
Rejections based on deposit issue.................... 2411.01
Responses from applicant............ccccceevvvveneenne. 2411.02
Furnishing of samples.......c.cccccoovveivninnnienennene 2410
ACCESS O AEPOSITS....cveeeeeceeeeeee e 2410.01
Certification of accessibility of deposit............ 2410.02
Conditions of deposit...........ccceverereriererereenenn 2410.01
Exception to removal of restrictions................ 2410.01
Restrictions removed upon grant..................... 2410.01
Known and readily available biological material
........................................................................ 2404.01
Budapest Treaty deposit .......ccccevevvrererreeenne. 2404.01
Continuity Of aCCESS........cccivvveeeierereseseesees 2404.01
Deposits certified asavailable..........ccoeuee. 2404.01
Health, safety restrictions.........c.cccccvereenenne. 2404.01
Indicia of “known and readily available’ ........ 2404.01
Material capable of sdf-replication.................... 2403.01
Direct self-replication.........ccccooveeeveneicreninnnnns 2403.01
Indirect self-replication.........ccccccvevevvenenenns 2403.01
Need for adeposit........cccverererenenineneeeee 2402, 2404
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Sec. No.
Plant material ........ccoovveveienennienereeseeee e 2403.02
Plant Patent Act, RElation to .........cccccceveneienene 2403.02
Reference to deposit in application ........... 2404, 2404.03
Implication, presumption ...........c.ccc..... 2404, 2404.03
Requirementsof 35 U.S.C. 112 ............. 2164.06, 2404
................................................................ 2404.03
Replacement or supplement of deposit............cc....... 2407
After apatent hasissued ..........ccocccvirecnnnnne, 2407.02
Exemption from replacement.............ccccocevvenne 2407.05
Failure to replace.........ccoeveeveneineneccneees 2407.03
In a pending application/reexamination proceeding
................................................................ 2407.01
Reason for replacement...........ccoceevereicnienenn 2407.04
Replacement not recognized ..........ccoceceveienne 2407.06
Treatment of replacement, presumption of identity
................................................................ 2407.04
SEEAS ...ttt 2403.02
Term Of dEPOSIt .....c.coveveeeriieereee e 2408
Budapest Treaty term........ccccveveeevenecenenneseene 2408
Enforceable life of patent.........cccceeoveveevevecicninns 2408
Time for making original deposit...........cccoceverenene 2406
Assurance regarding deposit before payment of issue
OO 2406, 2411.03
Corroboration.........ccovveeeeecerere e 2406.02
Description in application specification........... 2406.01
During application pendency .........ccccoevenerennene 2406
Lossof U.S. filing date in other countries........ 2406.03
NEW MaLter.....coceiiii e 2406.01
Patent Cooperation Treaty applications.1823.01, 2406
Post-issuance deposits........ccovveeereereeieeneseseseens 2406
Viability of deposit..........cccvreeerieiinreesrieeeeas 2409
Viability Statement..........ccoeeveneeeneneenereeenieens 2409
35 U.S.C. 112 requirements................. 2402, 2403, 2404
Deputy Director of Patents and Trademarks
......................................................... 1002.02(0), 1203
Derogatory remark regarding prior art.................... 608.01(r)
Description
Basisfor claim............. 608.01(0), 706.03(c), 2161, 2163
Computer programming ......c.ccoeeveeeeseseereeseeseenes 2106.01
Detailed......cccooeieveere e 608.01(g)
International application............ccoceeereereeneenenenienne, 1823
Design application...........ccceeeerencneeieeieseene, Chapter 1500
Analogous art .......ccceeeeeeeeienienene e 1504.02, 1504.03
ANtiCIPatioN.....c.cce e 1504.02
Application, elements of .........ccccevivieieccnceceeee, 1503
Articles, design comprising multiple ............. 1504.01(b)
“Average observer” test ... vninieniniene 1504.02



INDEX

Design application--Design application

Sec. No.

Benelux Designs Convention (See also Treaties)
........................................................... 201.13, 1504.10
Characteristic feature..........cooeueneee. 1503.01, 1504.01(a)
ClaiMm oo 1503, 1503.01
Combining referenCes........cvvvreerereereesereens 1504.03
Commercial SUCCESS.......cceervereeeriereeesienesiesienens 1504.03
Computer generated iconS..........ccceeeeeveerienenn, 1504.01(a)
Continuation application...........ccccccevevererenienne. 1504.20
Continuation-in-part (CIP) application............... 1504.20
Continued Prosecution Application (CPA).......... 1502.01
Convention, Internationa .............coe.... 201.13, 1504.10
Copending applications...........ccccccvenee. 1504.06, 1504.20
Copying, evidence of, to rebut obviousness........ 1504.03
Copyright, Relationship to........cccoovveerinrcncnicene, 1512
DEfINItION......coiiireirere e 1502
[D]=Se: 1 o] (]0] o IO 1503, 1503.01
Disclamer.......cccovevevneinnne. 1503.01, 1503.02, 1504.04
Disclosure.......ccccoeevvvriennene 1503.01, 1503.02, 1504.04
Divisional application........c.c.ccccevenueuene 201.06, 1504.20
Double patenting.......cccoevvvvveeeeieeieereneenen, 804, 1504.06
Drawing ......cccoeeeeeeens 1503, 1503.01, 1503.02, 1504.04
Broken lines........ccccccvvnne. 1503.01, 1503.02, 1504.04
1670  Fo | SRR 1503.02
TrademarksS......ccoooeeveeeeeee e 1512
Embodiments, alternate or multiple.................... 1503.01
..................................................... 1504.01(b), 1504.05
Enablement .......ccoccovvveininnncen 1503.02, 1504.04
European Community Design treaty................... 1504.10
Examination........c.ccceeevereeeneneenen. 1504, 1504.01, 1504.02
................................................. 1504.03, 1504.04
Expedited Examination....... 502, 1002.02(c)(3), 1504.30
REISSUE. ...t 1457
EXpert teStimony ........ccveeenenecneeeseeeeee 1504.03
Feature emphasized..........cccocvevninennienencnee, 1503.01
[ 0 1] 1T oo 607
REISSUE.......oitiiieeieee s 1457
FEE, ISSU.....cei et 1306
FONt, tYPE...ooeeeeeereeer e 1504.01(a)
Foreign priority......ccccceeeevveneene. 201.13, 1504.02, 1504.10
German application..........ccccevevereresienee s 201.14(b)
More than six months before U.S. filing ......... 1504.02
FUNCLION@ITLY ..o 1504.01(c)
Obviousness and..........ccocveeveeeerenene e 1504.03
Hague Agreement (See also Treaties).... 201.13, 1504.10
Hidden end USe ........ccovvvieiveennvcenieeesiens 1504.01(c)
Hidden feature...........cceuennee. 1504.02, 1504.03, 1504.04
Icon, computer generated..........ooeevereeernenens 1504.01(a)
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Indefiniteness........c.ccceveeeeneee. 1503.01, 1503.02, 1504.04
Library collectionsrelating to .........ccoccevvenenene 901.06(a)
Modification, description ...........ccccoveververeneriennn 1503.01
Multiple embodiments...........ccccoevevnencicnenieenn 1504.05
Multiple parts of article.........c.ccooevvereicniennn. 1504.01(b)
New matter ......... 1503.01, 1503.02, 1504.01(a), 1504.04
Object, DeSIgN fOr .....covveeivieree s 1502
ODVIOUSNESS ..o 1504.03
Obviousness-type double patenting...........c..c...... 1504.06
Offensive subject matter.........cccoevrereienieneae 1504.01(e)
Ornamentality 1acking .......ccccvevveveeveeiereninnnnns 1504.01(c)
Patent Cooperation Treaty.........ccocveeeerenne. 1501, 1502.01
Patentability............... 1504.01, 1504.01(a) to 1504.01(e)
.......................................... 1504.02, 1504.03, 1504.04
Petition, Specia Status.........cccceveveervennnne 708.02, 1504.30
Petition to accept color drawings
or photographs ........ccccoevvevvienenenenen. 608.02, 1503.02
Photographs.........cccoeeevereeninence 1503.02, 1504.04
Preamble........cccovvviieeee e 1503.01
Priority under 35 U.S.C. 119............... 201.13, 201.14(b)
......................................................... 1504.02, 1504.10
Priority under 35 U.S.C. 120.................. 201.11, 1504.20
References supplied.........ccoeevereiricnene, 707.05(a), 1513
QUAYIE ACLION ..o 1504
Registration abroad ............cccccevvevuennene. 1504.02, 1504.10
Reexamination, inter partes..........coceeeeeeeneenereseenne. 2611
REISSUE.....ciiriiirece e 1457, 1512
Reguest for Continued Examination (RCE) ........ 1502.01
Request for Expedited Examination.................... 1504.30
RESLFCHON ...t 1504.05
REISSUE.......eoiieieeeee e 1457
Rules applicable.........cccoeiiineiiineeeeeee 1501
Scope of ClaiMm....ccccooeveeeeeeeeceee, 1503.01, 1504.04
......................................................... 1504.05, 1504.06
Search...oocc 1504, 1504.02, 1504.03
Secondary considerations...........cccceeveveveeniennenns 1504.03
SIMUIBLION ...t 1504.01(d)
SPECITICALION. ..o 1503.01
Use of CopyrightSin .....cccvveieveiereeeceererene e 1512
Useof TrademarkSin........ccccveveevinncnnnnicnenns 1512
Statutory bar, foreign application.......... 201.13, 1504.02
Statutory subject matter.........ccocvveeveeeenene 1502, 1504.01
Surface ornamentation................ 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03
Surface treatment or indicia........cccceevvvrererinennn. 1503.02
TOrMOf oo 1457, 1502.01, 1505
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T 1503.01, 1504.01(a)
Amendment Of .......ccocvvevviereine e 1503.01

Use of TrademarkSin .......ccoccooevininniencnicnene 1512
Trademark, relationship to.......cccoveveieneninieee 1512
TYPETONES ..o 1504.01(a)
Utility patent, relationshipto ......ccccceecevcvrvrnnnnne 1502.01
Visual charaCteristics.......ooovvviveinieneinieneeseseee 1502
Written description lacking ................. 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Design patent series (See also Patent) ..........cccceeveneee. 901.04
Designated office ....covvvrerceceeicrerereen 1801, 1893.01(a)
Designation fee- PCT .....ccccccevieveneececeene e 1817.01(a)
Designation of Stafes..........cccvvererereenns 1817.01, 1817.01(a)

Detailed description (See Specification)

Determination of public use or on sae.... 706.02(c), 2133.03
Digest (See Cross-reference: Art collection)

Dictionary as a source for the ordinary and customary

meaning of aclaimterm..................... 2111.01, 2173.05(a)
Diligence

Chartsfor priofity ....cccoceevveeveecerceeeere e 2138.01

Filing application.........ccccevevenenese e 2138.06

Filing FEISSUE........ccveeiiiecteeeeee e 1403

Interference practice ........coceeevevenevene e 2138.01

Of actions during regulatory review ................... 2757.01

ReasoNable........ccoverviriiiee e 2138.06

Shown in 37 CFR 1.131 affidavit ........ 715.07, 715.07(a)

To overcome argection ........c.cccceeeeenereseennenn 2136.05

Director of Technology Center ..................... 402.06, 708.02

........................................ 714.13, 714.25, 715.08

................... 720.01, 804.04, 1002.02, 1002.02(c)

.................... 1206, 1207, 1208.01, 1214.04, 1308

.................... 1308.01, 1901.06, 2248, 2249, 2265

................. 2274, 2283 to 2286, 2301.01(b), 2303

.......... 2303.01, 2305.04, 2306, 2307.02, 2307.03

.................... 2309.02, 2648, 2667, 2682, 2686.01

FUNCLIONS......ccoieieiee e 1002.02(c), 1003

TC 1600........cceeereeereririenerieieeres e 1002.02(c)(2)

TC 2900.......ccemreerereeeerereeeenens 506.02, 1002.02(c)(3)

TC 3640......ccirireinreenereeenneiens 710, 1002.02(c)(1)
Director of the USPTO

Action requiring attention of
Failure to identify claim as copied from a patent
................................................................ 2307.05
Authority and functions............... 706.03(b), 708.01, 709
........................ 711.02, 714, 719.01, 1001, 1002, 2203
................................................................... 2242, 2284
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Withdrawal fromissUe.......c.cccvveeveeiveveeireeneeinenn, 1308
DECISIONS.....vicvicetectiecreecteecte et Introduction
Mailing 8address. .......cocoeeereenenereseeeeee e 501
Notices (See also Publication)......... Introduction, 707.06
Orders (See also Publication).......... Introduction, 707.06
Director initiated reexamination............cccceveune.e. 2212, 2239

Disbarred attorney (See Attorney or agent: Suspended or
excluded)

Disciplinary proceedings.........ccoeveererenereneseseeseseseens 402
Mailing address........covveerininerieeeeere s 501
Disclaimer (See also Terminal disclaimer)
Co-author of publication ...........ccceeveerenceeenne 715.01(c)
Copy required in reexamination
EXPaIte...cccooviciieeeee e 2214
INTEN PAITES....eiee e 2614
Defensive publication...........cccceceeeeeveereveseneseenn, 711.06
Design application................. 1503.01, 1503.02, 1504.04
FOMMIS ... 1490
Interference......ccoovveveeevercneienns 2305, 2305.04, 2307.02
(01055 o [ 1490
REECHON ..o 706.02(k), 710.02(d)
SEBLULOTY .ot 1490
Terminal .....cccoeeveeveeeeiennn, 706.02(k), 804, 804.02, 1490
Disclosure (See also Duty of disclosure; Specification)
ADSIFACE ..o 608.01(b)
AmMendmENt ........ccevvvereriereireseeeeseenes 608.04, 1302.02
Amendment, Preliminary ........c.cccceeeveeeneneenenn 608.04(b)
Best Mode (See also Best Modg) ........... 608.01(h), 2165
Chemical compound..........ccccoeevineereneneneenes 608.01(p)
Claimed .....coieiriee e 901.03
Common, parent and continuing applications....... 201.11
Completeness .......coceevereeerieereseeenieeas 608.01(p), 2164
Computer programming CaSES.........cervereerereerennes 2106.02
Correspondence with claims................. 2163.05, 2173.03
Design application..........ccceevevevereneinnnnns 1503, 1503.01
Detailed description...........cccevveveevevievesienennens 608.01(g)
DOCUMENT ...ttt 1706
DULY OF oo Chapter 2000
Enablement (See al'so Enablement) ...........cccceeveenee. 2164
Foreign application.........ccccocvvevvvnerieneneeeeereenen 201.15
IMPLICIT e 2144.01
Incomplete................ 608.01(p), 706.03(c), 2161 to 2165
Incomprehensible.........coooiiriiinnicee 702.01
Incorporation by reference (See also Incorporation by
FEFEreNCE) ....ccovevveeeeereece e 201.17, 608.01(p)
Insufficient ........ccoeeeeerienns 608.01(p), 702.01, 706.03(c)
Later filed application .........cccceeeveienenenennnns 608.01(p)
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(©]07= 1= o1 111/ 716.07, 2164.08(b)
Original claiMm......cccccevevevevecieieeee, 608.01(1), 2163.06
Preliminary amendment.............ccocoveveninnnenne. 608.04(b)
Related applications..........ccccoeeerereee. 608.01(p), 1302.04
RequirementsS for ..o 2161
Reservation ClalSe ........ccveveevevereneseesese e 608.01(e)
Restricted to claimed subject matter ................... 1302.01
Secrecy order, Material Subject to .......ccoceveeeceeiieenen. 120
Specification (See also Specification)................... 608.01
Sufficiency for continuity ...........ccoveeererecnennne 201.11
SUFFICIENCY Of ... 716
Support for claims..........cccoveeeriecvere e 2163.01
Trade NamMe ......cceeeeeeeeee e 608.01(v)
Trademark.......cccoeveeieneene e 608.01(v)
UtHIY oo 608.01(p), 706.03(a)
Written (See also Written description)........ccccccveue. 2163
Disclosure document program .........ccoceeeeeeeeieeseeneneens 1706
Evidenceunder 37 CFR 1.131 .......cccoceiiiiiicnenene 715.07
DiSCOUMESY.....eeveeeeierierienie e 714.19, 714.25
Dismissal of appeal .......cocvvvvevereeececee e 1215.04
Disposals COUNLEM........coviiieeirrereceerere e 1705
Distinct, definition.........ccccoererineineeeee e 802.01
Distinct inventions ...........cccceeeeeee. 802, 802.01, 803, 806.05
Apparatus and product made ............coccveeeriennee 806.05(g)
DistinCt PrOCESSES ......vevveiereerieriesieereseeeeneeseeens 806.05(j)
DistinCt produCtS..........covvereeierereeenee e 806.05(j)
Process and apparatus for its practice............... 806.05(e)
Process and product made............ccccoceeereenenne. 806.05(f)
Divisiona application ............ccccvereenenne. 201.06, 601.01(a)
Assignment carried from parent application......... 201.12
............................................................................... 306
Continued prosecution application (CPA) ........ 201.06(d)
COPENENCY ..ot 201.11
Design application ...........ccecvereecrienenn 201.06, 1504.20
Drawing, Transfer of .........ccccocvvivvivvienencecceeneenn, 608.02(i)
Effectivedate........ccovveinncnrcieeeee 201.11
Filed by @SSIgNEe........ccooeeereeiererese e 324
File wrapper continuation (FWC).........c.ccceeee. 201.06(b)
File wrapper/history notation................. 202.02, 1302.04
Inspection of parent application..........c.ccccevevereennne 103
Inter partes reexamination of ..........c.ccoceevviereneniennn 2611
Inventor, at least onein common..........ccccceeeeuennee 201.11
NEW MELLES........eiiiiieie e 201.06
Oath ..o 201.06(c), 602.05(a)
Ownership carried from parent application........... 201.12
Patented, Opens parent application to inspection ...... 103
Reference to parent application ............. 201.11, 1302.04
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REISSUE.....ocoiereiriee e 1414, 1440, 1450, 1451
RUl€ 1.53(D)....ccueereeirerieirieeeseee e 201.06(c)
RUle 1.53(d).....ceereeererieienirieenesisie e 201.06(d)
Rule 1.60, FOrMEY .......cccovreeeririeinieneee e 201.06(a)
Rule 1.62, FOMEY .......ccovvireeriereeieniereeesieneeiens 201.06(b)
ST L0 = 201.06(d)
Timefor filing ... 201.11
Written description requirement...........c.ccoeeervenene 201.11
DNA (See aso Biotechnology; Nucleotide sequences)
....................................................... Chapter 2400
Enablement........coeeviennee e 2164.08
Searching......cooooveveneiee e 901.06(a)
Sequence listing ......ccoeveeeveieneneeene 2422, 2424, 2431
Special status for recombinant ..........c.ccccocevivieenne 708.02
DOCKEL FEPOIT ..o 1704
Doctrine of collateral estoppel (See Estoppel)
Doctrine of dedication to the publiC ..........cccccoveieiennenne. 715
Doctrine of equivalents............... 2138.05, 2173.05(b), 2186
Doctrine of segregable parts.........ccoveeveveenenienens 1504.05
Doctrine of unclean hands...........c.coceovrveecenneenneeens 2010
Document, DiSClOSUIe .........coeerieenrereerereee e 1706
Electronic (See aso Electronic publications)... 707.05(e)
DoD Directive 5230.25........cocveererieierinene e 120
DoD Security AQreement ........coeveeereerenerieneseseeeseeseens 120
Domestic representative ........occvveveceveeeeeeieesennens 302.04
Double correspondence...........cccoceeerevereennene 403, 714.01(a)
Doubleinclusionin claim........cc.ccccooenrinenenennnn 2173.05(0)
Double patenting ...........coceveereneieneneneneseene Chapter 800
Avoiding rejection.......... 706.02(k), 706.02(1)(3), 804.02
BaSIS. i e 804
Between one or more applications and a published
application that has not been abandoned ............... 804
Claimed subject Matter.........c.cccveverneneieneneenn 806.01
Commonly owned cases, treatment...........cceeeeene 804.03
Copending applications...........cccccevevennnne 706.02(k), 804
DEfINITION ...ccveveereeee e 804
Design applications/patents...........c.cccveuennen. 804, 1504.06
Different inventive entities.................. 706.02(k), 804.03
Distinct and independent inventions..................... 804.01
DOMINALTION. ...t s 804
International applications..........ccccoevererenenenieeinens 804
ODViOUSNESS tYPE ... 804
Design application...........coeceverererenenenenieene 1504.06
Plant appliCationS........ccccccvvenieie s 1601
Reexamination..........c.eeevveeieneneenenienns 804, 2217, 2258
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S =X o] o 804
NONSLALULOTY ...veeveeiiii et 804
ODVIOUS ....oceiieieie e 804
Prohibition, 35 U.S.C. 121 ............... 804.01, 821.04(b)
Provisional .........c.cccceeennes 706.02(k), 706.02(1)(3), 804
Specification, USE Of .......cccccvvvvivvvrenereceeee e 804
SEAIULOTY ..o 804, 804.03
Rejection nullification...........cccceeeeeneienencnenens 804.01
Restriction previoudly required................... 804.04, 1003
SAME ASSIGNEL. ....covieeirie et 706.02(k)
.................................................................. 804.03, 822
Same inventor ..........c..oe.e.. 806.04(h), 806.04(i), 806.05
.................................................................. 822, 822.01
Speciesand genus.........ccoeeevereeeennes 806.04(h), 806.04(i)
Subject matter not patentably distinct.............cc....... 804
Subject to joint research agreement . 804, 804.02, 804.03
Submissionsto TC direCtor.........cccvvveereninenene 804.04
Terminal disclaimer effect ..........ccoceeeveiennen. 706.02(k)
....................................... 804, 804.02, 1451, 1490
Inareissue application .........ccceeevererenenerreeeenes 1451
Drafting notation...................... 608.02, 707.07(a), 707.07(c)
Drafting stamp (no longer required).........c.cccceune.. 608.02(0)
DIraWingS.....coeeierieeeeee et 507, 608.02
Amendment..........ccoeeevereeerereennn. 608.02(p), 714, 1302.04
Inex parte reexamination..........cccceeeeveeenennene 2250.01
Ininter partesreexamination...........c.ccoceeeevenne. 2666.02
In reissue application...........coceieieneniencneeceene 1413
Prior to publication of PG-Pub ..............cccceeuenee. 1121
Amendment, Direction for..........ccocveeveeneenens 608.02(q)
Amendment, Disposition of ordersfor ............. 608.02(x)
Amendment support by origina claim.............. 608.04(a)
Annotated sheets.........ccoceveceeenen. 608.02(v), 608.02(w)
Brief desCription ..........ccoeeeevennicnenncneee 608.01(f)
Canceled figure........ccoverineeneeeec e 608.02(t)
Canceled Sheet ... 608.02(t)
Canceled sheet, patent.........ccoeevvevercenericienieenn, 608.02(i)
Canceled sheet, transfer .........cccoeeeeieincnieenn 608.02(i)
L0 ] 608.02, 1503.02
Colored plant .......cccveeeceererere e 1606
Complete iHustration.........ccoceeeeeeeveeresesinseneens 608.02(d)
COmMPlELENESS.......cveeiereeeieie e 608.02(¢)
COMPULES [ISES...c.eceerieeierieeeeree s 608.05
CONSISLENCY ..ot e 608.02(¢e)
(00101101 Ao SRS 608.02(d)
Correction (See aso Correction of drawing) ....608.02(p)
........................................................................ 1302.05
Incorporated into PG-Pub.............ccoceuneee. 1120, 1121
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Reversed figure nUmMbers .........ccoveeeveveveennene 1302.04
Date no longer entered on back..........ccccceeeee 608.02(0)
Delivered to wrong Technology Center ................ 508.01
Design application...........ccocvveeeereecerennne 1503, 1503.01
......................................................... 1503.02, 1504.04
DISCIOSUIE.....c.vveeeeicesiereere e 608
Divisional application .........c.cccccevueneene. 608.02, 608.02(i)
Drafting criticism included in first Office action
.................................................... 707.07(a), 707.07(c)
Drafting NOLatioN ........cccovveereneineneee s 608.02
Drafting stamp no longer required ................... 608.02(0)
Examiner determines completeness................. 608.02(e)
HuStrates Claim ........coeeeereinereeseree s 608.02(¢e)
Informal (nolonger used)........cccoveeneneee. 507, 608.02(b)
Interference printS ... veeieveecesceeceecereenen, 608.02(m)
International application..........c.cccevverceeecreeseseseenn, 1825
Kept in application .........cccceceeeeieeiene s 608.02(c)
[0 SRR 1302.05(a)
Mail section stamp no longer used................... 608.02(0)
Modification illustrated..........cccceevvveveceeceerennne 608.02(f)
Marked-up CopY ......ccoererrerenereerenens 608.02(v), 608.02(w)
Necessary for filing date ..........ccccocevevennnne 506, 608.02
New drawingS required .........c.ccoevevereeerenennens 608.02(a)
New, handling .......c.coeevineinineeeeee 608.02(a)
NSV 1 17 1= G 608.04, 706.03(0)
New, when required ............ccooeeeeiecienenenennns 608.02(a)
NOt recaivVed .........coevrenenenereesesee 608.02(h), 1825
NOL FEQUITED ... 608.02
NOL FELUMNED ... 608.02(y)
ObJECHION ... 608, 608.01
........................................................ 608.02, 608.02(b)
....................................... 706.03(0), 1503.02, 1504.04
Official Gazette figure.........coveevvvvereneenennn, 1302.09
Omitted drawings........ccccveeeeeereenienens 201.17, 601.01(g)
Patented file........oerreere e 905.03
Petition to transfer from another application..... 608.02(i)
Photographs.........cccoeveevineinieeneee 608.02, 1503.02
Placement in file Wrapper.........cccooeveenennennn 719.01(b)
Plant application..........ccceovevieveseneceeieeseie s 1603, 1606
Print (See aso Print of drawing) ....608.02(m), 608.02(n)
Pror art .....cooeeeieceeeeeeeeeeree e 608.02(g), 2125
Provisional application..........c.ccceveveienercienenienens 608.02
Reference charaCters .......ooovvvevneveccseneeen, 608.02(¢e)
Reference characters, change........c..cccceveenee. 608.02(w)
Reissue application...........ccoceveeenceeieiencniene 1411, 1413
No longer transferred from original patent........... 1413
Removal from Technology Center ................... 608.02(c)
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Replacement drawings for publication in PG-Pub... 1121
Replacement ........cocccveveievenneninnens 608.02(h), 1302.05
Reversed figure numbers..........ccoceoeienicccinenne 1302.04
Review by Office of Initial Patent Examination (OIPE)
............................................................................... 507
Required by eXamingr .........ccccovcevenieveesienesenieenens 608.02
REQUIFEMENES.....ccvi e 608.02
REIUM .o 608.02(y)
SECtioN lINES....c.covieeieieeee e 608.02(f)
Security Markings........cceeveerenennieneres e 121
SUDSHEULE .. 502, 608.02(h)
Sufficiency, determined by examiner ............... 608.02(e)
SYMBOIS ... e 608.02
TrademarksS ... 1512
Unacceptable.......ccocovvvievvnienereceeeeeee e 608.02(b)
Drawing COMreCtion........cocvvvveeereeeeereeseenenns 507, 608.02(p)
Annotated sheets.........ccocvveevrieenn. 608.02(v), 608.02(w)
Approval by eXxamingr ..........ccocceeevenenenenienne. 608.02(x)
Marked-up COpY ......ccerverererveneenenn 608.02(v), 608.02(w)
NEW MELEN ... 608.04
Order fOr ..o 608.02(x)
PG-PUD.....cooiiiieseeeeee s 1120, 1121
Replacement sheets.................... 502, 608.02(h), 1302.05
Required.........ccccoveinrcneennnes 507, 707.07(a), 707.07(c)
Dual correspondence.........ccceeeeeveeveresenenns 403, 714.01(d)
Due Care SHOWING ......coecveiieiiceceee e 2734
Duplicate amendments (See also Amendment)...... 719.01(a)
Duplicate claims..........coceoeririeieneiecee e 706.03(k)
Duplicate foreign patents.........cccoeveerereerienesenienens 903.03
Duplicate papers for plant applications............... 1603, 1605
........................................................... 1606, 1609
Duty of candor and good faith.....2001, 2001.03, 2733, 2762
Compared to duty to disclose material information
........................................................................ 2001.04
Information disCloSUre.........ccccvvevenevece e 609
REEXAMINALTION ...t 2280
Duty of diSClOSUrE......cceiveerierieiieeeceeei e Chapter 2000
After patent grant........ccooeeevirenerncnecnee 2003.01
Aidsto complianCe.......coevevevenieve e 2004
CheCKIiSt ..o 2004
Compared to requirement for information........ 704.12(a)
............................................................................. 2005
ComplianNCe With ......cc.cceviriciriceeee e 2004
Continuing applications..........cccceeveveveennn. 2001.04, 2004
Copending applications.............ccceueee. 2001.06(b), 2004
Copied Claims........cccoverineneneeee e 2001.06(d)
Duration of ........ccccooeveienineeeec 2001.04, 2003.01
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Foreign applications..........ccccceveveeveciereseneens 2001.06(a)
Information material to patentability.... 2001.04, 2001.05
Litigation information ...........c.ccceeeverencnienenn 2001.06(c)
QUESLIONNAITE ... 2004
Reexamination
EX Parte....cccceveeceee e 2014, 2280
INter Partes......ccoveenieiineeseeeeeeeesiene 2003.01, 2684
Reissue application..................... 1406, 1414, 1418, 1448
.......................................................... 2001.06(c), 2003
Sources of information..........ccocevevveveeeeeieneniene 2001.06
TOWNOM OWE.......coiiiieecreee e 2001.03
ViIolation Of ......cooeeiiiiiiee e 2010
Claimsinvalidated ..........ccccooonienienienenneienenee, 2016
(0= RS 2013
REEXaMINALION .....oveeireirieee e 2014
REISSUE....c.eiieieteeeee e 2012
Rejection of claimsin reissue application............. 1448
WHhO N@S......ovciiiicccc e 2001.01
E
Easily erasable paper .......... 608.01, 714.05, 714.07, 714.19
Effective date
Declassified Matter........ccccceevevreceeeseresesees 707.05(f)
Reference patent................. 706.02, 706.02(a), 707.05(e)
............................................ 707.05(f), 715, 901.05(b)
Effectivefiling date
Continuing application..................... 201.11, 706.02, 708
Continuati ON-IN-Part..........ccccveeerereeerereereneens 2133.01
Foreign priority effect ........ccccvevveveeccnnnnen. 201.15, 706.02
International convention (See also Foreign application;
I 1= S 201.13
Provisional application..........c.ccceveveienencenenniens 706.02
PUBIICEEION......cvevieeeiiceeec e 715.01(c)

Eighteen-month publication (See Pre-Grant Publication
(PG-Pub))
Election (See also Restriction;

Election of SPECIES)......ccvvvvereririiireriecniereies Chapter 800
Action on nonelected claims..........ccoceeverrienenncnen. 819
After multiplicity rejection.........cccccevvveveenen. 2173.05(n)
ATLEr rESICHON ... 818
Applicant must make..........cccoeverenenenienieeieeenn. 818.03
Between applications, Conflicting claims.................. 804

.................................................................. 822, 822.01
CONStruCtive .....cccevveeeveeecie e, 818.02(a), 818.02(c)
Inreissue application ........ccccvvveirenenennsesenes 1450
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Election of species--Equity (civil action)

Sec. No.
Fixed by action on merits.................... 818.01, 818.02(a)
IMPlIEd.....ceiee e 818.02(a), 818.02(c)
INterferenCe. ..o 819
Optional cancallation.........c.cccceeeeieienenenennns 818.02(c)
Original presentation............cccoeveereneeeneiennens 818.02(a)
Shift e 819
Treatment of nonelected claims
............................................. 706.03(m), 821 to 821.03
Inreissue application.........ccoeveerenenenieincseee 1450
With traVerse......cceeeevee e 818, 818.03
....................................... 818.03(b), 818.03(c), 821.01
WIthOUL traverse......ocovvvecenenecsee s 821.02
Election of species
Allowable generic claim lacking ...........ccocu.... 809.02(a)
BaSIS. ..o 806.04, 808.01(a)
Canceling speciesclaims........ 818.02(c), 821.01, 821.02
Design application .........ccccceveveneneneseseeienns 1504.05
IMplied......co e 818.02(a), 818.02(c)
Reissue application .........c.coeeerereienenneseeee e 1450
Requirement.........ccccccevevencvvesceveseenn, 806.01, 809.02(a)
Requirement, prior to search...........ccoceeveeenee. 808.01(a)
Species claimslacking.........ccocceeveenen. 806.01, 818.02(b)
Electronic access to published applications.................. 1128
Electronic databases (See d'so PALM; PAIR)

................... 706.02(e), 719.05, 901.06(a), 902.03(e), 1730
CassiSCD-ROM ..o 902.03(d)
Chemical abstracts ServiCes .......ceveevererevenenine 905.06
Derwent’ s World Patents Index (WP) ................. 905.06
DialOg ..o 905.06
e-Official Gazette — Patents (€OG:P)......ccccccveveneee. 1703
BAST .o 719.05, 902.03(€)
Full-text and full-page images of U.S. patent related

dat@baSES .....cvvveeeeeeeere e 1730
INPADOLC........oiieeeeee e 905.06
LEXISNEXIS. ..ceeevirieeeierieese e 719.05
Official Gazette NOLICES........coeevvvreeerireseee 1703
Patent Grants Database..........ccccoeererereeneenne. 1703, 1730
Questel-Orbit ..o 719.05, 905.06
TESS (Trademark Electronic Search System)

................................................................... 1703, 1730
WEST ..o 719.05, 902.03(€)

Electronic Business Center (EBC) ................... 302.10, 1730
Electronic document...........ccoovevveneneneneec e 707.05(€e)
Electronic filing system (EFS)........... 503, 507, 511, 608.01

................................... 609.07, 1121, 1132, 1133, 1730
Computer Readable Format (CRF) Sequence Listing

...................................................... 511, 1730, 2422.03
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Sec. No.
Electronic funds transfer to replenish deposit account
.......................................................................... 509.01
Electronic Information Disclosure Statement (e-IDS) 609.07
Electronic mall............. 502.03, 713, 713.01, 713.04, 713.05
Electronic patent assignment system (EPAS)............. 302.10
Electronic publications
Availability asprior art ..........ccoceeeevrienniesienecesenenns 2128
Citation Of ....cocvverierec e 608.01, 707.05(e)
HyperlinkSto. oo 608.01, 608.01(p)
SEACN fOF .o 904.02(c)
Employee number.........cccocovcvvvvvcvvecennee, 711.04(b), 905.03
Employees of U.S. Patent and Trademark Office,
property interest in patent ..........cccoeveerieeenieene, 309
Unavailable to sign oath or declaration asinventor ...409
Enablement ..., 706.03(c), 2164
Burden on the examiner ...........ccccvvvineeicnenne 2164.04
Commensurate in scope with claims................... 2164.08
Critical feature not claimed............ccccoueneee. 2164.08(c)
Inoperative subject matter..........ccocoveeveenene 2164.08(b)
Singlemeansclaim.......cccocevecevcceneienn, 2164.08(a)
Compared to ULty ......ccceeveriiiieneneeeeeeeee 2164.07
Design patent application..................... 1503.02, 1504.04
Duty or disclosure of information relevant to .....2001.04
EVIidenCe of .....ocovvv e 2164.05
Examples of enablement issues..........cccocevvvennne 2164.06
Form paragraphs used to reject ..........cccceeeuenee 706.03(c)
Reduction to practiCe..........coovvererereeeseneeesieene 2164.02
Relationship of predictability ..........ccccooevrenienene 2164.03
Specification must be enabling
Asof thefiling date........c..cccovveerieeciciennns 2164.05(a)
To persons of ordinary sKill ..........ccccceeuee. 2164.05(b)
Test of enablement ..........cocoveeeirineneee e 2164.01
35 U.S.C. 112, sixth paragraph limitations ....2181, 2185
Energy, Department of ..........cocoeeveveiniennnens 115, 706.03(b)
Energy, related applications, special status................. 708.02
English language faulty, new specification............ 608.01(q)
English languagerequired............ccocecvveneennne 302.02, 608.01

Enrollment and Discipline, Office of (See Office of
Enrollment and Discipline)
Entity, small, claiming status as (See Small entity status)

Entry of amendment (See also Amendment)............... 714.18
Entry of “Contents” of file wrapper.........cccevcevenenenne 719.01
Entry on face of filewrapper .........c.cccee.. 719.02, 719.02(b)
Environmental Quality Program.........ccccceevveveniennene. 708.02
Equity (civil action)
Under 35 U.S.C. 145......ccoiveieeeee 1216, 1216.02
Under 35 U.S.C. 146......cccvverreeecieeeeee 1216, 2358



INDEX

Equivalentsin art--Examiner’ s amendment

Sec. No.

Equivalentsinart...........ccooeveeeeeerernnninnns 904.01(b), 2144.06

Erasable (specially coated) paper........ccooveveeevveieennens 608.01

Erasure in specification, before allowance............... 1302.01

Erasure in specification, before execution.................. 608.01

Errors (See aso Correction of patent)

Correction of patents.........ccocvveveveeveerenernnns Chapter 1400
Deceptiveintent........cccceeveevevevievecese e, 140, 2022.05
REISSUE.....coiiieiriieecese e 1401 to 1470
Title dOCUMENLS .....covveeeeeeeeiesee e 323
Withdrawal fromissUe........cccovcvvvvereneneeieceeieene 1308

Essential material ........ccccooevvvivvivneneececcesesesenees 608.01(p)

Establishing subclasses..........ccooevveveveieveseseenens 903.02(c)

Estoppel

Abandonment..........cccoeveiinnine 711.03(c)
Collateral......ccoovvieirieres s 2012.01
In ex parte reexamination..........ccoeeevveeeeeereeneenns 2259
Ininter partesreexamination...........cc.cceevevveveennene. 2659
Defensive publications............coccoererenienencnennens 711.06
Different inventive entities and commonly owned
F210] o 1Yo 0] 1 804.03
Interference.......ccceevvrvenne 715, 2138.01, 2358, 2363.03
Reasonsfor alowance.........ccoceevevvieneiceesienenn, 1302.14
Reissue proceadings........coceeeeeeeneeneseeneseesieseene 2012.01
Statutory, inter partes reexamination....................... 2601
................................................................... 2612, 2614
Terminal disclaimer ..., 804, 804.02

European Community Design treaty (See Treaties)

European Patent Convention (See Treaties)

European Patent Office (EPO)........ 120, 609, 901.05, 905.06
............................ 1801, 1819, 1823.02, 1840, 1840.01
....................... 1843.02, 1847, 1850, 1851, 1857, 1860
............................ 1865, 1865.01, 1893.03(g), 2422.04

AUArESS.....eeeeee e 1865

AsaPCT Chapter | international searching authority
........................................................................ 1840.01

AsaPCT Chapter Il International Preliminary
Examining AUthOFity........cooroeienineiesee 1865.01

Evidence, of public use or on sdle......2133.03 to 2133.03(b)

Evidence submitted with protest ..........cccccevevernenne. 1901.02

Examination guidelines for applying reference

under 35 U.S.C. 102(€) ...cceovrvevrrerererierenieenne 706.02(f)(1)
Examination of application ...........ccceeeveneieenen. Chapter 700
Confidentiality during.........ccoceevereieneneieneneeseene 101
Deferral of ..o 709, 1002.02(d)
Order Of ..c.ooevveveeveereee e 707.02, 708 to 708.03
Piecemedl .........ccoveeeveveinenniienns 707.07(a), 707.07(g)
PUIMPOSE ... 701
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Sec. No.
REISSUE ... 1440, 1443, 1445
Request fOr SIR.....cooice e 1103
Secrecy order appliCation ..........cccveeeeenenneneneeenee 130
Statutory authority ........cccoceveeenereseeeeee e 701
SUSPENSION OF ... 709
Examiner
ACHON ..ttt 707
ACION COUNLE ... 1705
AFfIdaVit ..o 2144.03
Assignment of application for examination ..... 903.08(b)
Assignment of ex parte reexamination..................... 2236
Assignment of inter partes reexamination............... 2636
ASSISEANT ..o 707.01, 707.02
Citing prior art in an issued patent ingppropriate.....2203
Classification (See also Classification examiner) ...... 903
Consultation with Reexamination Legal Advisor (RLA)
................................ 2633, 2671, 2676, 2679, 2686.01
DiSPOSAIS....ccviiveeeiereeeete e 1705
Duty of candor and good faith to...........c.cceeeuneee 2001.03
Employee number .................. 711.04(b), 905.03, 905.05
Expressing opinion of validity .........cccccoeevenieiennenne. 1701
NEME...cviieeirirerire s 502, 707.09, 1302.13
New action indicated by primary ..........c.cccceenenene 707.01
Previous action by another examiner
Allowed ClaimsS........ccovvvirenre e 706.04
INEEIVIBW .o 713.01
SEAMCN....ceiiti et 704.10
Primary
Actions requiring personal attention.....707.01, 714.16
........................................................ 715.08, 1004
Name on file Wrapper .......ccccoveeevececceseei, 1302.13
Pursuit of bounties prohibited ..........c.ccccoeeiiinnennn. 1701
Reasons for allowance...........cccooevevvievenennnnens 1302.14
Resigns, old cases special........coceoevereenenenenienens 708.03
Suggestion of alowableclaims...........ccccceeee.. 707.07(j)
Supervisory (See Supervisory patent examiner)
Telephoning attorney.........ccocevevevencrennens 408, 1302.14
Testimony as patent eXpert.........occcvereeerenenenn 1701.01
Time and Activity Report........ccccocvvvvivveneenne. 1704, 1705
Time reporting for ex parte reexamination .............. 2238
Time reporting for inter partes reexamination......... 2638
Treatment of Protest........ccoceveeerierierieiese e 1901.06
Examiner docket, time, and activity recording.... 1704, 1705
Examiner Reissue Guide and Checklist..........ccoceeenuenee 1443
Examiner’s action (See also Action; Letter, Examiner’s)
............................................................................... 707
Examiner’samendment ...........coocooevenenenenienieenien 1302.04
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Examiner’s Answer--Examiner’s letter

Sec. No.
Abstract changed by............ 608.01(b), 1302.01, 1302.04
By initialing ....cccovevveeeiesece e 1302.04
Claim, antecedent basisin description.............. 608.01(0)
Claim lost in interference, canceled.................... 2363.03
Claim, nonstatutory, canceled...........c.cocevuenee. 1302.04(b)
Claim, numbersidentifying ............. 1302.01, 1302.04(g)
Claims, nonelected invention, canceled... 821.01, 821.02
Copending application data brought up to date..... 201.11
Defensive publication ...........cccooevevvennenenenee 711.06
Deposit account Charge.........coeeeervereeereneneennene 1302.04
Drawing correction .........ccceeevvevenene. 608.02(w), 1302.04
Extension of timerequired for...........ccccvvvnenee. 706.07(f)
Formal matters........cocoevrereneneneeene 1302.01, 1302.04
[FW appliCationS........ccooveeerieneeineesee e 1302.04
Informalities corrected..........coooovinernenencniennnn. 1302.04
Non-compliant amendment, treatment of ................. 714,
........................................................................ 1302.04
NO NEW MELEN......c i 608.01(0)
Plant patent application practice..........cceeevverenennen. 1610
Reexamination
EX Parte....oooveeieeeeeeeeee e 2287
Inter partes
Canceling rejected claims.........ccoceeeenee 2671, 2687
Correcting formal matters.................. 2687, 2687.01
In merged reissue/reexamination................. 2686.03
Not permitted if approva required.............. 2687.01
TotheTitle....cooeonreicnee 2660.02, 2686.03, 2687
Reference citation corrected ...........ccooeeeeveenene 707.05(g)
Title of application..........ccccverecnenrieneese 606.01
Examiner’s Answer
APPEal BIIEf ... 1208
Appeal conferencenot held ..o 1003, 1208
Counted as adisposal..........ccoeveeerenenerieneneneenieas 1705
New ground of rgection .........cccoveeeverenenienenenieenn 1208
New interpretation of 1aw ......c.ccceevvcevceciecececieeen, 1208
TV Director’sattention required .........c..ccceeereenene 1003
Print of drawing........ccoeeevereieneneeseseeeeeeeee 1204
Reexamination
L 7= (= S 2275
INTEN PAITES .o 2677
REPIY BIIEf ... 1208
SPECIal SEALUS ... 708.01
Examiner’sletter (See also ACtion) .......cccoevevereenicnnnne, 707
Abandonment.........ccceeverriniee e 711.02
AdVISOry aCtion.........ccccecereeereneeerienens 706.07(f), 714.13
Amendment after final rejection..........ccccocevueeneen. 714.13
Arguments anNSWEred..........cccvereeerereeereneeennes 707.07(f)
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Sec. No.
Cancellation of nonelected claim............. 821.01, 821.02
Claim allowable except asto form................... 707.07(a)
........................................ 707.07(j), 710.02(b), 714.15
Claim SUMMAY ....cccoerieeeierieene e 707.07(i)
Complete and clear..........cceeverrenenninerrese 707.07
Copies of references.......c.cocvvvvvvvevieveceseeeenes 707.05(a)
Copy to appliCant ........cccceeieeieie e 707.12
Correction, period for reply................. 707.05(g), 710.06
Correction of Citation ........c.ccceveverrerernenine 707.05(0)
Date StamPed.......ccvereeeiriereereeeeseeee e 707.11
DeCiSIONS, CIted ... 707.06
Drafting criticism in first Office action............ 608.02(a)
..................................................................... 707.07(c)
Election of species required, concluding paragraph
..................................................................... 809.02(a)
Examiner signature at end of letter............cccueneee. 707.09
Examiner’s amendments.................... 706.07(f), 1302.04
File wrapper entry ........ccccooevveenenerenieenn. 707.10, 719.01
Final rejection, clearly stated.........cccooeevinnenienens 706.07
Final rgjection, concluding statement.................... 706.07
Final rgection, patentability report .................. 705.01(a)
First action, includes drafting comments.......... 608.02(a)
..................................................................... 707.07(c)

Formal matters ...707.07(a), 707.07(¢), 707.07(j), 714.02
Full anticipation, expressions used.. 706.02(c), 706.07(d)

Informal application...........cooeveiineninieeiee, 702.01
Initialed by examiner ..., 707.08
Interference notice to patentee .........cccoeeeeeveenene 2307.06
Language in rgecting .........cocveveeevieneeenienennens 707.07(d)
Y= 1T o TR 707.12
Memorandum CIted ..........oecerereereree s 707.06
New drawing required..........ccoeeevereeeneneeennens 608.02(b)
New examiner, primary examiner indicates.......... 707.01
NOLICES CItEU.....neeeeeceee e 707.06
Numbering of paragraphs..........ccccceevvivviveinenns 707.07(k)
OMNIbUS rEJECtioN ........ccevereriecieree e 707.07(d)
Orders Cited....ooveieeeeeee e 707.06
Outstanding requirements............ccoeeevereeereene 707.07(e)
Personal matter excluded .........cccccevevvceienene 707.07(d)
Piecemeal prosecution..........ccccevveeeeeeieeseennens 707.07(g)
Power of attorney invalid or lacking ..........ccccoceeeenee 402
Preliminary amendment in new case......... 709, 714.01(e)
Primary examiner signs............... 706.07, 707.01, 707.09
Primary examiner’'s attention required, list .............. 1004
References, citation..........cccccceeeenee. 707.05 to 707.05(g)

......................................................... 901.04, 901.05(a)
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Examiner’s search facilities, use regulations--Extraordinary situations

Sec. No.
Refusing entry of amendment after Board decision
........................................................................ 1214.07
Rejection of claim corresponding to claim of patent
........................................................................ 2307.02
ReMaIling......ccccovvevviiieireec e 707.13, 710.06
Requirement for information ..........ccccccevevenee. 706.02(c)
Restriction requirement.........ccccceeeveevevesieseeenens 803, 817
REIUME. ... 707.13
Reviewed by examiner ..., 707.08
Shortened time for reply .......coovvevenrnecncnne 710.02
SIgNatUre......coeeeeevese e 707.09, 707.10, 1302.13
Statement of rglection ........ccccceveveveveceneenns 707.07(d)
Status letter reply ..o 203.08
Statutory basis.......coeevenrnere 707.07(d)
SUMMEANY ..ccevecieeiecese e ere e eenes 707.07(i)
Supplemental .........ccccoevverieir s 710.06
UNdeliVEred......ooooveiieieeesesec e 707.13
Examiner’s search facilities, use regulations................... 510
Example, COmMmEeNtS 0N .........cccoeereireeerieneneerieeees 707.07(1)
Example, Operative........c.ccooveveevereerennnns 608.01(p), 2164.02
Example, Prophetic, simulated or predicted........... 608.01(p)
Excess number of claimsfor fee, after notice of allowance
...................................................................... 714.16(c)
Excess number of claims over number of claims previousy
072 0 I o S 714.01(e), 714.10
Excluded attorney or agent............. 105, 407, 713.05, 714.19
Execution of 0ath .........cccoceioeiininieniiee 604, 605.04(a)
Executive Order
NO. 5464 ..ot 1608
NO. 9424 ...t 302, 302.06, 302.08
NO 10,096 .....coovireirrrieieesereee e 509.02
NO. 10,358 ....cecvirieieririeeee et 710.05
NO. 12,598 .....ccceeee e 115,120, 121
NO. 13,202 ... e 115,121
Executor or administrator..........c.cccceveveriennen. 409.01, 605.05
Allowance and iSSUE ........cccvvereeerierenieniecnienens 409.01(f)
Application by, after discharge...........ccoceeeeuenee. 409.01(c)
Assigned application, inventor dies.................. 409.01(e)
F U110 0] 1 S 409.01(b)
Consular certificate........covvvvrerveeseeresesieseneens 409.01(b)
Foreign Country.......c.coeeeereeereencns 409.01(b), 409.01(d)
Helr ..o 409.01, 409.01(a), 409.01(b), 409.01(d)
Intervention not required ...........cccoceeeverecnnnee 409.01(f)
Joint inventors, inventor dies..........c.cocveeveeenen. 409.01(f)
Specification fOorm..........cccvevriiveinienecreeesnes 605.05
EXNIDIT. ..t 608.03
Exhibit, Affidavit under 37 CFR 1.131.....715.07, 715.07(d)
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Sec. No.
EXhibit af INterVIOW .....c.covvvviiririererieeerecse e 713.08
Exhibit, handling ........ccccoeeenreinreiinnecserieeens 608.03(a)
EX parte qUESLIONS .........ccouvveeeereieeesieeeeseeeee s 713.06
Expedited Right of Appeal Notice.................. 2671, 2673.02
Experimental use (See aso Public USg) .......ccccueneee. 2133.03
........................................................... 2133.03(e)
Commercial exploitation...........ccccceveneenee. 2133.03(e)(1)
Completeness of theinvention.................... 2133.03(e)(3)
Factorsindicative of ........... 2133.03(e)(4), 2133.03(e)(5)
Intent to experiment ..........ccoceveeevenreneens 2133.03(e)(2)
Reduction to practice..........cceeevererereneenn 2133.03(e)(3)
Testing by third party ......... 2133.03(e)(5), 2133.03(e)(7)
Testing, developmental ..........cccceceeerereennee 2133.03(e)(6)
When experimental use ends.............c.c..... 2133.03(e)(3)
EXPErt teStimony .......cccevvverecieiecce e 1504.03
Expiration date of patent (See also Term, Patent)
Adjustment under 35 U.S.C. 154 ......... 2710, 2720, 2730
[DI==To o [T 1502.01, 1505
Extension under 35 U.S.C. 156................... 2750to 2764
PLaNt ..o 2701
ULHIEY oo 2701
Export control of patent applications...........c.cceeerereeennnne 120
Exposure of papersduring interviews................ 101, 713.07
Expounding patent [aw ...........cccveeerereneneneeeneneenees 713.02
Express abandonment ..........ccccoeveivveiieiieneein 711, 711.01
To avoid publication of application............. 711.01, 1125
Express Mail deposit ..........cooeeeveneeeneneeneeeseees 513
Express Mail Procedure in ex parte reexamination........ 2224
Express Mail Procedurein inter partes reexamination
.......................................... 2624, 2665, 2666, 2666.05
Express Mail service.......... 502, 506.02, 511, 513, 711.03(c)
.............................................................. 1216.01, 2510
Expunge information in application file..................... 724.05
................................... 724.06, 1002.02(b), 1002.02(c)
Extension of shortened reply period...........c......... 710.02(e)
Extension of time........cccccevevevevesiennenn, 706.07(f), 710.02(e)
................................................................... 1002.02(c)
For filing brief ..o, 1206, 1208, 1215.04
For filing continuing application............c........ 201.06(c)
General fee authorization ..........ccccoevveeveveeeenee. 710.02(e)
Reexamination
EX parte.....ccoocovneiennieienenee e 1002.02(c), 2265
Inter partes........ccooeeeeerernenens 2648, 2665, 2672, 2682
REQUESL........coveececece s 710.02(e), 1002.02(c)
Extension, patent term (See Term, Patent)
Extraordinary situations
Abandonment, revival ............ccoceieiininenennne 711.03(c)
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Facsimile transmission--Figures

Sec. No. Sec. No.
Deferring iSSU.....ccvve e 1306.01 Federal [icenserightsS.......cceceveveneve s 310
Interview after ISSUE........cccvverirereee e 713.10 Federal Rules of Civil Procedure
Reexamination, eX parte.........c.ccoceverererenereseneenenns 2274 Rule 8(b) Cited.........cooeeriicirieeec e 410
Reply period reSet .........ooeveeerieeeee e 710.06 Rule 11(b)
SUSPENSION Of TUIES ... 1002 CILEO. ..ot 402
TIiMEtOfile i 1206 REProduced..........ccceeeeeeeree e 410
Withdrawal from issue........ccccoveevvvneicnienieccsiene, 711.01 Federal Rules of Evidence..........ccccccvveveeunnnen. 2301.02, 2308
Federal Telecommunications System................. 408, 713.01
Fee (See also Refunds)
= AAArESS......cvicece e 2540
APPEA . 1204
Facsimile transmission Assignment FECONAiNG ..cvvvveeeeieieeee e 302.06
AsSignment dOCUMENtS.........oooocorrreee 302.09, 502.01 Credit Cord payment Of ..........cccessveveeee 509, 706.07(f)
Central NUMDEY ...eveeeeeees e 502, 502.01 Current amournts available on USPTO web site.........509
COMESPONTENCE ..o 502.01 s 1730
Declaration or 0ath.........cccocvvivvenenesenceeee s, 502.01 Exami r_1er’ S am.endment """"""""""""""""""" 706.07(f)
PCT international application ............... 1805, 1834.01 E_xFensons Of tIME.vieeiciec e 706.07(f)
..................................................... 1865, 1893.01(a)(1) F|I|n9509 607
MAINENANCE FEES ... eerees e e seesersesersee 2510 ClAMSIN XCESS OF ovvsvvssnrsssmrsssmssssssssnssssnssson 607
Permitted types of correspondence................... 502.01 Dependent (o =11 11~ T 608.01(n)
Prohibited types of correspondence.................... 502.01 Dgpost ACCOUNL. ....ecuvieneieieeeeeesiee e 509.01
Reexamination Disclosure DOCUMENE ..........ocerererereeieneenie e 1706
T 07 =SSR 2224 Inadequ.ate...........' """ e 206
INEEN PANTES ...vcvveeeveeeie e 2624 Internatu.)n.al aopllca.tlon. """"""""""""""" 1810, 1827
Secrecy order application, not permitted ...... 120, 502.01 Nonprpwsonal appl_mamon ........................... 601.01(a)
Federal Circuit (See Court of Appeals for the Federal Prowspnal aophcatlon._.._ ............................... 601.01(b)
Circuit (CAFC)) Reducn(_)n fgr small entities........ccoeeeevereienene 509.02
Federal holiday Reexamination
Abandonment date ... 711.03(c) EXParte.....cccovvoiiereneeeeee e 2215
APPEA! DIER oo 1205.01, 2274 I_nter PAITES.....eeeeee et 2615
CIVIl @CHION.....ociiiiere s 1216 RESSUE v 1415
Continuity between appliCations.............oooo.... 201.11 Return....: .................................................... 503, 607.02
Effect on reference..... 706.02(3) SMmall eNtity ...c.ovveeeeriee e 509.03
Effect on Express Mail service.......ccoovvvveeeeeeneennne, 513 Iglje (See Issuefee) ]
Filing Qate ..o 502, 502.01, 505, 512, 513 Maintenance (See Maintenance fees)
Foreign application copendency ..............o..... 201.13 Pa;(ment ......... RIS 509
FOTEIGN PALENt <.rr oo 2135, 2135.01 Petlt!on .to FEVIVE ..o 711.03(c)
MEINENANCE FEES ..o eresersse 2504, 2506 Publicationfee............ 1126, 1133, 1303, 1306, 1306.03
Papers Not reCalVEd..........ccovveveeieveeeeie e 502 Reducti on of basic feefor mtgmam onal applications
Period for reply ending on.........ccccccevveeenene. 505, 710.05 containing large sequence listings and/or tables
Prior art effective date. ... 706.02(3) L 1823.02
Provisional application copendency................ 201.04(b) ' Reduction for small entities..........ccoceeenereneneennn. 509.02
PTO bBUSINESSOUIS ......ovieiieieie et 510 Field of Search e 708.03, 904, 904.02, 904.02(a), 1701
ReplY Period.......cccoovivvineieeeeeeeeeee e 710.05 ] Notationin file e e 719.05, 904
SEAULONY DN ..o 2133 Field of search, notation by examiner..............c.... 705.01(3)
SEBLULOTY PEFIOU .evrreeees oo 710.01(3) I s s 719.05, 904, 904.02(a)
Unscheduled cloSINGS ......coveveveeeenieeee e 201.13 Figures (See Drawings)
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Sec. No.
File Information Unit (Record Room)..........c.c.c...... 102, 103
................................................ 508.03, 711.04, 711.06
File wrapper/history (See also Image File Wrapper (IFW))
............................................................................... 719
ACiON eNtEred........ooeeeeiereresie e 707.10
Allowed case dataentered ..........ccocoveevireecnnnne. 1302.09
Amendment endorsed..........cocooeevreninnnne 710.05, 714.18
Arrangement Of Papers........ccocevererevenereniene. 719.01(a)
Assignment endorsement...........ooooeeevereeeneneseseenns 303
CiVil 8CHION.....ei i 1216.02
Classification data............ccovverererinnncnenenens 719.03
Classification hiStory ........ccoceeveveeecieeveseseseenenn 719.03
COMPIELENESS.....coieiieierierere e e 724.01
“Contents”, ENtry iN..c..ovee e 719.01
Continuation, Former Rule 1.62 (FWC)
PUDIIC 8CCESS ...t 103
RESIMCHON ..o 819
Correction Of €ITor .......c.ccoererereeeee e 719.02
Dataentered on.........ccoeeeeeenee 710.05, 719.02, 1302.09
Field of Search......ccocovvevninee e 719.05
Field of search, patentability report .................. 705.01(a)
Foreign application cross-noting...........ccccceveueenen. 202.03
..................................................... 1893.03(c), 1895.01
Foreign filing date entered on................ 719.06, 1302.06
Index of ClaimS ..o 719.04
Interference Notation..........cccceeveeeeceveneseinns 2301.01(b)
Licensing and Review Stamp .......ccccceeerereneneniennne 140
Name of applicant changed...........cccocooovrnnnenne. 719.02(b)
Notes to application of another party.........c.cccvvereenene 101
2107 £ | SO 719.01
Parent application notation on ............... 202.02, 1302.09
Print of drawing........ccoceeoeeeeieneniie e 719.01(b)
Printout of search history ........c.cooeeveneinennee 719.05
Relation of application noted on.............. 202.02, 719.07
Residence changed..........ccooevevevcvnn s, 719.02(b)
Return of paper entered on...........cccoevevverercrienn 719.01
“Searched” bOX entries.........ccocceveierenene e 719.05
“Searched notes’ box entries.........ccoeevervcnnne. 719.05
Signing by primary examiner..........ccccoceveeveenenne. 1302.13
Statutory period ends on nonworking day ............ 710.05
FileS REPOSITONY ...oovveeeeiiiieeree e 711.04(b)
Filing date................. 201.06(c), 502, 503, 505, 506, 506.02
Continued prosecution application (CPA) ........ 201.06(d)
Effective, prior application........ 201.11, 706.02, 2133.01
ExpressMailing date ...........cooeevreernriennnnn. 506.02, 513
Foreign application, Convention date
(See also Foreign application)............. 201.13, 201.15
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Sec. No.
International application..........c.ceevveveeeieereesene s, 1810
Later filed application as disclosure................. 608.01(p)
Patent Cooperation Treaty (PCT)....ccccoveveevreneniennen 1810
Petition ........cccccevvevennee 506.02, 513, 601.01(b), 601.01(c)
.................................................... 601.01(f), 601.01(g)
Refusal t0 aCCOId......covvvviieririerie e 506.02
Review of refusal to accord..........ccooovevvenneninnns 506.02
Subsequent publication asdisclosure............... 608.01(p)
Filing date of reexamination request
EXPArte.....ccoooiiiiiieieeeeeeeee e 2215
INTEr PAMTES...ccvieeeeiee e 2627, 2628
Filing fee (See dso Fee; Refunds) .......ccccvvvvievvivieecninne. 607
Continued prosecution application (CPA)........ 201.06(d)
Of areissue application........c.ccocevrererenerieresienene 1415
DEPOSit aCCOUNL.......ecvereeeeeeeeie e 509.01
INAAEQUALE ......ccveeeeeeceeeece e 506
Reduction for small entities..........ccoceceverenenene. 509.02
Reexamination
EXPAIte ....cooeeieeeeeee e 2215
INTEr PAMTES ..o 2615
Reissue application...........ccoeeerenenenieeenee e 1415
RELUMN....cveicieee e 503, 607.02
Filing receipt (See also Postcard, self-addressed)....... 201.03
....................................................................... 503
Final action (See Final rejection)
Final Board decision in inter partes reexamination
........................................................... 2681, 2682
Final data Capture.........cooeeereeieeierese e 1309
Final rgeCtioNn.........ccoveerirerccreeee s 706.07
Amendment after ... 714.12, 714.13
Amendment after, entered inpart..........ccccceeveenen. 714.20
First aCtion.......cccoveieiineneeeee e 706.07(b)
INEEIVIEW oo 713.09
1 (= OO 706.07
Patentability report ... vvvevieceeicresecne 705.01(a)
Petition to vacate.........ccceveveveeeve e 1002.02(c)
Premature .........coceeeeieiene e 706.07(c)
Premature, Withdrawal Of ..........c.ccocecninnenen. 706.07(d)
Primary examiner’'s attention required...................... 1004
Request for continued examination (RCE)....... 706.07(h)
Reexamination, ex parte.........ccccooveereeeieereesesesnenns 2271

Reexamination, inter partes (See Action: Closing
Prosecution in inter partes reexamination)

Secrecy order application.........ceceeveeveererenenie e 130
SPECIA .t 708.01
Timefor reply ..ocveeeceeeeece e 706.07(f)
Transitional procedure..........ococoevererenenennenn 706.07(g)
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Final restriction requirement--Foreign patent

Sec. No.
When proper .......ccceeveeeeene 706.07, 706.07(a), 706.07(b)
Withdrawal .........cccoveveveei e 706.07(e)
Withdrawal, Primary examiner’ s attention .... 1004, 1005
Withdrawal of premature..........ccccoceveneienenne. 706.07(d)
Withdrawal prior to hearing on apped ............... 1207.04
Final restriction requirement ..........cccecveveevercereseneenns 818.03
First action final rglection .........ccccceecevevevecieneenn, 706.07(b)
First Office action fOrm.........ccooeieniienine e, 707
First action on the merits (FAOM) (See Letter, Examiner’s)
Fissionable material .........cocooeeevennenennineeneee 706.03(b)
Five year pendency .......ccceeeeverenenernsnneens 707.02, 708.01
Flowchart for
Effective date under 35 U.S.C. 102(¢) .......... 706.02(f)(1)
Examination of computer-related inventions........... 2106
Genus-Species guUidelings.........cceeevevereveneenne, 2144.08
Prior art citation in apatent........c.ccocevevveverieeeenennnnn 2206
Reexamination provisions, ex parte............cccceeeuenen. 2201
Reexamination provisions, inter partes.............. 2601.01
Transitiona after-final procedures (37 CFR 1.129(a)
...................................................................... 706.07(g)
Treatment of applications having conflicting claims. 804
FIOW SNEEL ... 608.02
FOIA (See Freedom of Information Act (FOIA))
FONt, tYPE ... 608.01, 1504.01(a)

Foreclosure (See Assignment: Security interests)
Foreign application (See also International application)

ASPHIOr @i 706.02, 2127
Certificate of correction to perfect priority
................................................. 201.16, 1481, 1481.03
Certified copy to avoid reference............. 201.14, 706.02
Certified copy not filed.........ccccoveeviivcininnnne 201.14(c)
Cross-noting on file wrapper/history ..........c.c....... 202.03
Date entitled t0........coveeerrererrieeene 201.13t0 201.15
Design patents.........ecevveneeereenenenieennes 1504.02, 1504.10
Determination of priority ..........cc.ceeevevenee. 201.14, 201.15
DiISCIOSUIE ...ttt 201.15
Duty of disclosure of information cited........... 2001.06(a)
English language trandlation for benefit of date
..................................................... 201.15, 706.02
Ex parte reexamination to perfect priority ............... 2258
Filed more than ayear before U.S. application
...................................................................... 201.14(c)
Filing in foreign Country ..........cccooeveeeneneicneneeenienens 140
FISt o 201.13
German design applications..........ccccceveeeveenen. 201.14(b)
Great Britain ..o 201.15
[dentifiCation........coeeerireenirereeereeee 201.14(d)
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Sec. No.
Incorporation by referencein U.S. application.....201.13,
.......................................................................... 201.17
Inter partes reexamination to perfect priority .......... 2658
Licensetofile.....covionincniciccce 140, 706.03(s)
Listed on oath/declaration..........cc.ccccceverueenne 201.14, 602
No claim for priority .....cccceeeeeeveveererinseseseeeens 201.14(c)
No reference made in declaration..................... 201.14(c)
Notice to Office after nonpublication request .......... 1124
Noting earliest date in file history/wrapper ........... 202.03
Ordering COPIES.......oouvvirieeririeerereeee e 901.05(c)
Overcoming reference whichiis..................... 201.15, 715
Prior art cited inrelated..........cccceveierinennne 2001.06(a)
o T 1Y 102, 201.13, 706.02
Papers not filed.........oeoevircinennneecceee 201.14(c)
Petition for unintentionally delayed claim for priority
............................................ 201.14, 201.14(q), 201.16
...................................... 1002.02(b), 1402, 2258, 2658
Priority document in parent application........... 201.14(b)
Reissue application claiming foreign priority
................................................................... 1402, 1417
RIDDONE ...t 602.04(a)
SAME INVENLION......cvieieireeere e 201.15
SEBL ... s 602.04(a)
Statutory bar..........ccoeeveennnne. 201.13, 706.02(¢), 2135.01
Time limitsto submission.................... 201.14, 201.14(a)
Certificate Of COrrection ..........coovveveriereceniereenens 201.16
REISSUE.......ooveiririiiireeas 201.14, 201.14(b), 201.16
Tranglation required ..........cccceeveeenennenene 706.02, 201.15
Foreign countries recognized for priority .................. 201.13
Foreign executed 0ath..........cccccevevviecinececcecsese s 602.04
Foreign filing, Proving priority..........c.cceceev... 201.14, 706.02
Foreign filing date
ENtitled t0. ..o 201.13, 719.06
On file wrapper/Nistory ........ccccveveeneneneneneenns 202.03
Foreign filing license........ccccvvvvevevececceccece e 115, 140
FOr PCT .. 115, 1832
Foreign language
APPHCALTON....ceiiiiieeiiec e 608.01
Names for months..........ccccoevevvvercccencncnsnenns 901.05(a)
Names for United States.........cccccevevieverninnnnns 901.05(a)
Oath or declaration.........c.ccoeeevrenrneienreiennees 602.06
Foreign patent
Art COECHION. ... 901.07
(07 = (0] o 1S 707.05(e), 901.05(a)
Citation dates and information..............ccce.e.... 901.05(a)
........................................................... 901.05(b), 1851
Classification..........cccevnieenneienneesreeee 903, 903.03
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Foreign priority--Form letters and forms

Sec. No.
COoUNtrY COUES.....cveeeiereiriere e 1851
Database search ......cccvevveciecevece e, 706.02(e)
Document citation, in PCT ........ccccooevenininienieneenn. 1851
DUPLICAEES ..ottt 903.03
Effectivedate.......cooovireenineeceee 901.05(b)
Family of (INPADQOC) ......ccccevevvrevrrererseenne 901.06(a)
In prior art statement........cccoeeeveeeeieeieeciennns 609, 609.01
Individual country OVErVIiew ...........ccccceeeveeenennens 901.05
JOUMNAIS. ...ttt 901.06(a)
LaW OVEIVIBW ..o 901.05
[ o] YA 901.06(a)
Listing at allowance...........ccocveveveevievcneseseneenns 1302.12
OPPOSITIONS.....coiireiieiierierieee e 901.05
Ordering COPIES......ccurueverereererieeeesieneeie s 901.05(c)
Print of, where obtained........c.cccocvvvvvvnevncnenee. 901.05(c)
Reference......ccoovvvvneeneeeeeee 706.02, 901.05
Statutory bar ... 201.13, 706.03(s)
TrANSFEN . 903.05
Tranglation Of .......ccccoeeenincenineciees 706.02, 901.05(d)
Unlicensed, same applicant...........cccceeeeveiennnns 706.03(s)
Foreign priority (See aso Foreign application)
.......................................................... 201.13t0 201.16
Design patent applications...........ccocceeererieeenne 201.14(b)
......................................................... 1504.02. 1504.10
U.S. filing date computed........... 201.13, 706.02, 2136.03
Formal matter
Allowance and issue............... 1302.01, 1302.02, 1302.04
Amendment of application inissue.............c....... 714.16
Claim allowable except for ........ccccevueneenee. 706, 707.07())
Review of action involving.........cccccceevvnene. Introduction
Right of priority
Prior foreign application.................... 201.13t0 201.16
........................................................... 1402, 1417
Prior U.S. application .........ccccccvevecnnne. 201.11, 1405
Specification format..........ccooeveevenievceveesieneeienens 608.01
When taken up......ccccevevevvvniecnene 707.07(a), 707.07(e)
.......................................................... 707.07(j), 714.02
Former employee restrictions...........cccooeveeveneeneneenens 1702
Form letters and forms
AbandonmeENt.........ccceveveveniere e 711.04(c)
Action Closing Prosecution PTOL-2065.. 2671.02, 2696
AQViSory ACtiON.......cccoeeeeeeeee e 706.07(f), 714.13
Advisory Action — Ex Parte Reexamination PTOL-467
................................................................... 2265, 2296
ANOWEDITILY ... 1302.03
Amendment received after allowance............... 608.02(2)
.............................. 714.16(d), 714.16(e), 2307.03
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Sec. No.

Amendment after Board decision, refused entry.1214.07
Amendment not fully responsive............ccccceeeuenee. 714.03
Amendment unsigned...........cccvereerinenenennen. 714.01(a)
Certificate of Correction form PTO/SB/44 or PTO 1050
................................................................... 1480, 1485
Certificate under 37 CFR 3.73(b) PTO/SB/%6............ 324
Change of Correspondence Address, Application
PTO/SB/122 ... 403, 2542
Change of Correspondence Address, Patent PTO/SB/123
..................................................................... 403, 2542
Compact disc transmittal sheet for submission of
sequence listing and/or tables to the United States
Receiving Office under PCT Administrative

Instructions-Part 8..........ccoceeeevvnereneceereeeenes 1823.02
Cover sheet, assignment document ...........c.cceue.ee 302.07
Cover sheet, provisional application

L0 = o [T 201.04(b), 601
Reproduced..........ccoovveerinieinieeeeeeeee 201.04(b)
Credit Card Payment Form PTO-2038
Cited...ooverirereee 509, 1302.04, 1306, 2510
REProduCed.........ccereeiiieriie e 509
D-10 i e 130, 1304.01
D I S 1103
DD FOrmM 441 ...t 120

Death of Attorney, Application ready for allowance .406
Declaration for Plant Patent Application PTO/SB/03

............................................................................. 1604
Declaration for Utility or Design Patent Application
S 270 1 T 602
Disclaimer in Patent PTO/SB/43..........coccovevvneeene. 1490
Disclosure Document Request PTO/SB/95.............. 1706
Election of SPECIES.......ccvvvevceiirceeeree e 809.02(a)
Examiner Checklist — Reexamination
PTOL-1516 ....covveeveerereirerereneeens 2296, 2687, 2696
Examiner’saction PTOL-326 .........cccoceeneeeerennennenns 707
EX8MINEr’ S BNSWES ..ot 1207
Examiner’s Biweekly Time Worksheet PTO-690E
......................................................... 1704, 2238, 2638
Examiner’s Case Action Worksheet PTO-1472....... 1705
Fee Address Indication PTO/SB/47
Gt 2540, 2595
REProduCed........covviieeiriiiecree e 2595
Final rgleCtion........c.coveveinincinneeeese s 706.07

For Design Applications Only: Continued Prosecution
Application (CPA) Request Transmittal PTO/SB/29
..................................................................... 201.06(d)
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Form letters and forms--Form letters and forms

Sec. No.

For Design Applications Only: Receipt For Facsimile
Transmitted CPA PTO/SB/29A ................... 201.06(d)
A5-day LELEN......ccveeieeeecee e 150
General Office Action, Ex Parte Reexamination
PTOL-466 ........coevvvreeerieeesieeesese s 2262, 2296
General (Ex Parte) Reexam Communication PTOL-473
(WIth SSP) ...evvveieerecreeeiesiens 2250, 2266.03, 2296
Incorrect citation of references, Correction ......707.05(g)
Information disclosure statement (IDS) PTO/SB/08
Cited ..cccoevvenee 609.02, 609.03, 609.04(a), 609.05(a),
.................. 609.05(b), 609.05(c), 609.06, 609.07,
......... 1893.03(g), 1901.03, 2001.04, 2003, 2004,
................................... 2214, 2258.01, 2280, 2287
REPrOAUCEd.......ceeeeeiieeeie e 609
Interference Initial Memorandum....................... 2309.02
Interfering Subject Matter, Secrecy order applications
........................................................................ 2309.06
International application transmittal (PTO-1382)
................................................................... 1830, 1832
Inter Partes Reexamination Communication (With SSP)
PTOL-2071 ..ottt 2696
Inter Partes Reexamination Communication (Without
SSP) PTOL-2072 .....covviveeeieiieeeiesieesieseeeesiesaneens 2696
Inter Partes Reexamination Notification Re Appeal
PTOL-2067 ......ccvvereeerieneeierieenieneas 2662, 2674, 2696
Inter Partes Reexamination Transmittal PTOL-2070
................................. 2664, 2670, 2677, 2686.01, 2696
Interview Request, Applicant Initiated PTOL-413A

Interview Summary, Examiner Initiated PTOL-413B
............................................................. 713.04, 714.13
Interview Summary PTOL-474, Reexamination
................................................................... 2281, 2296
Issue Classification Slip (Blue slip) PTO-328, PTO-270
CIted oo 1107, 1455, 1611
Issue Classification, Designs PTO-328................. 903.07
.................................................. 903.09(a), 1107, 2287
Issue Classification Form/Sheet/Slip ...903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13

................................................................ 512, 1306.01
................................................ 1306.02, 1309, 1481.01
Maintenance Fee Transmittal PTO/SB/45
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Sec. No.

Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

REProdUCEd ........c.viviieiriiieree e 1135
Note to SPRE/Examiner/TC Personnel of Inter Partes
Reexamination Deadlines PTOL-2061................ 2696
Notice of Abandonment
PTOL-1432.....cooiieeiiieeseeesee e 711.04(c)
Notice of Abandonment under 37CFR 1.53(f) (CPA) For
Design Applications PTO-2019.................. 201.06(d)
Notice of Allowability PTOL-37 ........ 602.03, 608.02(b)
...................... 608.02(z), 609.05(b), 710.02(e), 714.13
...................................................... 812.01, 1205, 1207
............................................... 1302.03, 1302.04, 1455
Notice of Allowance and Issue Fee Due PTOL-85
................................ 115, 203.08, 406, 509.03, 602.03
........................................................ 708.02, 710.02(¢e)
............................................ 711.02, 711.03(c), 711.06
.......................... 714.15, 714.16, 714.16(a), 714.16(d)
..................................... 1126, 1303, 1303.03, 1304.01
............................ 1305, 1306, 1306.02, 1306.03,1308
...................... 1308.01, 1308.03, 1309, 1512, 2001.04
................. 2307.03, 2364, 2406, 2411, 2411.03, 2575
UNdeliVered.......ooveveeerenerene e 1303.02
Notice of allowance, Secrecy order applications
D-10..ciiieiieiee e 130, 1304, 1304.01
Notice of Appeal from the Examiner to the Board of
Patent Appeals and Interferences PTO/SB/31

Notice of Concurrent Proceedings — Inter Partes
Reexamination PTOL-2062...........ccocoveevvniernnnnns 2696
Notice of Defective Paper — Ex Parte Reexamination
PTOL-475.....cooieiveneeiinens 2250, 2266.02, 2266.03
............................................... 2272, 2273, 2295, 2296
Notice of Defective Paper — Inter Partes Reexamination
PTOL-2069............ 2666, 2666.01, 2666.04, 2666.06,
............................................... 2666.50, 2666.60, 2696
Notice of Draftsperson’s Patent Drawing Review
PTO-948 ... 608.02(b), 608.02(h)
.............................................................. 707, 707.07(a)
Notice of Failure to Comply with Inter Partes
Reexamination Request Fee Requirements
PTOL-2057 ...t 2696



INDEX

Form letters and forms--Form letters and forms

Sec. No.

Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8, 1995 PTO-

2011 Reproduced ..........ccovevrvnierenirnierenieeens 201.06(d)
Notice of Improper CPA For Design Applications PTO-

2012 Reproduced ........ccceeeeeereerieveere e 201.06(d)
Notice of Improper Request for Continued

Examination (RCE) PTO-2051..........cc........ 706.07(h)

Notice of Incomplete Nonprovisional Application
PTO-1123........... 506, 601.01(d), 601.01(€), 601.01(f)
.................................................. 601.01(g), 2731, 2732

Notice of Incomplete Reply (CPA) for Design
Applications PTO-2018 Reproduced ........... 201.06(d)

Notice of Incomplete Request for Inter Partes
Reexamination PTO-2059.........ccccooveveeneneeeenns 2696

Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469 .................. 2235, 2250
................................................ 2250.01, 2271, 2271.01
................................................ 2273, 2287, 2288, 2296

Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068................. 2687, 2696

Notice of Intent to Publish Statutory Invention
Registration SIR-L .....cccooeivirineceeeeeeee 1107

Notice of Inter Partes Reexamination Request Filing
Date PTOL-2058..........ccooorereireereerenreeseenee s 2696

Notice of Non-Acceptance of Small Entity Patent
Maintenance Fee, PTO-2140..................... 2531, 2550
Notice of Non-Compliant Amendment............. 714.01(e)

Notice of Non-Recordation...........c.cceeeverererennens 302.09
Notice of Omitted Itemsin a Nonprovisional Application
PTO-16609........cccvireeriinenierienens 201.06(c), 601.01(d)
.................................................. 601.01(g), 2731, 2732
Notice of Overpayment of Patent
Maintenance Feg, PTO-211........ccccooeeiiiiencnicnens 2550
Notice of Recordation...........cccccevcevierenieienenennns 302.09
Notice of References Cited PTO-892........ 707, 707.05(a)
................................... 707.05(c), 707.05(d), 707.05(e)
................................................................... 2687, 2690
Notice of Special Acceptance of Patent Maintenance
Fee, PTO-2143.......o e 2530
Notice of Statutory Invention Registration (SIR)
Acceptance, SIR-N (Form D-11) .......c.ccceevrvnee. 1103
Notice of Withdrawal from Issue under 37 CFR 1.313(b)
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Sec. No.
Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468............... 2273, 2274, 2296

Notice to Comply With Requirements
Applications For Patent Containing Nucleotide
Sequence and/or Amino Acid Sequence Disclosures
PTO-1661.......cccovveve. 2427.01, 2427.02, 2731, 2732
Notice To File Missing Parts of Application......... 201.03
........................ 601.01(a), 607, 710.02(d), 2731, 2732
CPA for Design Applications PTO-2021 Reproduced
........................................................ 201.06(d)
Notification of Non-Compliance with 37 CFR 41.37(c)
PTO-462.......cieieireteeeeeee s 1205.03
Notification of Non-Compliance with 37 CFR 41.37(c) —
PTOL-462......coieeereeeeeee e 1205.03
Office Action — Ex Parte Reexamination
PTOL-466........ocireeirerrerierneirenrereseseeeennas 2262, 2296
Office Action - Inter Partes Reexamination PTOL-2064

REProdUCEd ........cuerviieiiiieee e 2660
Office Action Summary PTOL-326................. 608.02(h)
Order Granting/Denying Request for Ex Parte

Reexamination PTOL-471.........ccccccoeovniiennnenen. 2296
Order Granting/Denying Request for Inter Partes
Reexamination PTOL 2063

Reproduced.........cooeveievevere e 2647.01
PCT forms (See Patent Cooperation Treaty (PCT))
Petition for express abandonment to Avoid Publication

under 37 CFR 1.138(c) Reproduced.................... 1135
Petition for Revival of an Application
For Application Abandoned for Failure to Notify the
Office of aForeign or International Filing
PTO/SB/64a
Cited...oeieeeeeereeee 711.03(c), 1124, 1135
Reproduced ........ccccveveeveeeeieneen 711.03(c), 1135
For Application Abandoned Unavoidably PTO/SB/61
............................................................. 711.03(c)
For Application Abandoned Unintentionally
PTO/SB/BA.......ccvverirerinesiieeen 711.03(c)
Plant Patent Application (35 U.S.C. 161) Declaration (37
CFR 1.63) PTO/SB/03.......ccoovrieiriinieenieneeiesieens 1604
Potential interference, same attorney or agent.......... 2305
Power of Attorney to Prosecute Applications before the
USPTO PTO/SB/80.......coceveeeiriereiirieneiesieeins 402.07
Provisional application for patent

Cover sheet PTO/SB/16........cccooveveeieninnen. 201.04(b)

PTO-150......cciiiiieirieieeseeee e 1302.07, 1706
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Form letters and forms--Form letters and forms

Sec. No.
PTO-152 ..o 409.01(b), 602.03
............................ 605.02, 605.03, 707, 707.07(a)
[ @ TS 2550
PTO-270 (Blue Slip) ...cccoevvevvreenene 903.07, 903.09, 1107
............................................................................. 1455
PTO-328 ... 903.07, 1107
PTO-447A ..o 903.08(a), 903.08(d)
.............................................................. 903.08(e)
PTO-690E.......cccoeirrieiecinnes 903.03, 1704, 2238, 2638
PTO-850
Cited....coooveirens 1002.02(d), 2308.01, 2309, 2309.02
Reproduced ... veveie e 2309.02
PTO-875 ..ot 608.01(n)
PTO-892
Cited.....201.15, 608.01, 609.02, 609.04(a), 609.05(a),
..................................... 609.05(c), 609.06, 707, 707.05
................ 707.05(a), 707.05(c), 707.05(d)
.................... 707.05(e), 707.05(g), 901.06
.............. 1302.04, 1302.12, 1406, 1901.06
............................. 2246, 2257, 2290, 2646
...................................... 2657, 2687, 2690
ReProduced ........cccoeeveeenecieecece e 707.05(a)
PTO-948 ..o 608.02(b)
............................................ 608.02(h), 707, 707.07(a)
PTO-1050 .....ccovirieieriereeierieenienienens 1480, 1480.01, 1485
PTO-1123 ... 601.01(d), 601.01(€), 601.01(f)
.................................................. 601.01(g), 2731, 2732
PTO-1360 .....ooveiriiieieiieeeeesieeeie e 608.01(n)
PTO-1382 .....ccoceveieeeseees e 1830, 1832
PTO-1472 .ottt 1705
PTO-1516 ..o 2287, 2295
PTO-1517 ..ot 2287, 2295
PTO-1590 .....ccooirieicieseee et 719.05
PTO-1595 ..ot 302.07
PTO-1661 ..o 2427.02
PTO-1669 ......cccovveererieierienenesienens 201.06(c), 601.01(d)
.................................................. 601.01(g), 2731, 2732
PTO-2011 Reproduced..........ccvevveerereeenennnes 201.06(d)
PTO-2012 Reproduced ........cccevevevereeresenseennn, 201.06(d)
PTO-2018 Reproduced.........cccevveveveveeriesenseenne, 201.06(d)
PTO-2019 Reproduced.........coevveererenenenenes 201.06(d)
PTO-2021 Reproduced .........ccvvvveereereeeneennnes 201.06(d)
PTO-2038
Cited oo 509, 1302.04, 1306, 2510
REProdUCEd.........ceveeevieeee e 509
PTO-2051 ..o 706.07(h)
PTO-2140 ..o 2531, 2550
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PTO-2142.....ocoeiiieteeereee s 2531
PTO-2143....co et 2530
PTO/SB/08BA and 08B................. 609, 609.03, 609.04(a),

..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
........................................ 609.07, 707.05(d), 1302.12,
.............................................. 1406, 1901.03, 1901.06
...................... 2214, 2246, 2257, 2258.01, 2287, 2290
..................................... 2614, 2646, 2657, 2687, 2690
PTOL-37
Cited.....cccoveennen. 203.08, 602.03, 608.02(b), 608.02(2)
............... 609.05(b), 707.05(g), 710.02(e), 714.13
.................................................... 812.01, 1302.03
................................... 1302.04, 1302.12, 1302.14
ReProduced ........cccoerieerirereerese e 1302.03
PTOL-85
Cited....oovvereereeee 203.08, 714.16(d), 1303, 1306
........................................ 1306.02, 1308, 1308.03
REProdUCEd ..o 1303
PTOL-85B
Cited....ccovreeerenen 307, 324, 509.03, 512, 1303, 1306
........................ 1306.01, 1306.02, 1309, 1481.01
ReProduced.........ccereeeeirire e 1303
PTOL-85C Reproduced.........c.covvereerenerenieenienee 1303
PTOL-90............ 608.02, 707, 714.16, 1205.03, 1207.05
.................................. 1208, 1209, 1210, 2427.01
PTOL-271 ..ottt 714.16(d)
............................................... 714.16(e), 2307.03
PTOL-303 ..o 706.07(f), 708.02
......................................................... 711.03(c), 714.13
PTOL-319 ..o 714.03
PTOL-324 ...ttt 714
PTOL-326
Cited...ooieireeeeee e 201.14(b), 201.14(c)
................................................. 608.02(h), 706.07
......................................... 707, 710.02(b), 812.01
REProduced.........coeeeeieieriie e 707
PTOL-404 ...ttt 1485
PTOL-413 ..ot 713.04, 714.13
PTOL-4BL ... 1215.04
PTOL-462 ..o 1205.02, 1205.03, 1207.02
PTOL-462R.......ccoiiirieinnieeereeese e 2274, 2296
PTOL-465 ......ccvieieiericenieniens 2262, 2264, 2283, 2296
PTOL-4B6 ..o 2262, 2296
PTOL-467 .... 2250, 2265, 2262.01, 2266.02, 2272, 2296
PTOL-468 .......coiierieeirieeesieieserieieeens 2273, 2274, 2296
PTOL-469 ..ottt 2287, 2296
PTOL-A7L ..ottt 2296
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Sec. No.
PTOL-473....oieeeireeeenerneeennns 2250, 2266.03, 2296
PTOL-A7A4 ..ot 2281, 2296
PTOL-475....cciiiireieens 2250, 2266.02, 2266.03, 2272
......................................................... 2273, 2295, 2296
PTOL-A76 ...t 2687
PTOL-50L....coiiiereererreeesreeesrereenne 2633, 2647.02
PTOL-1432.....ctiieerees s 711.01, 711.02
...................................................................... 711.04(c)
PTOL-1516.....ccooieeerieieeninienereeieeens 2296, 2687, 2696
PTOL-1517 ..ot 2296, 2687, 2696
PTOL-2057 ...t 2696
PTOL-2058.......ccooeieiererieieesierenesee e 2696
PTOL-2059.......ccmieiereririeerieie et 2696
PTOL-2060.......ccceeueeerereereerieieneresiesesesee e ieeeseseenas 2696
PTOL-2061.......cotneerererereerienrereeses e ere e 2696
PTOL-2062.......cconererirerrerierereesesreesesreesesrereseneenas 2696
PTOL-2063
Cited ...oeierrirreiee 2646, 2647.01, 2647.02, 2696
ReProduced..........coeevvireeeriicieeeeeees 2647.01
PTOL-2064
Cited ..o 2647.02, 2660, 2671.01
REProduced.........ccocevieeieieecce e 2660
PTOL-2065.......ccoeuieririerieieereniee s 2671.02, 2696
PTOL-2066.......cccoueteerereeeririeesereeenerienene 2673.02, 2696
PTOL-2067 ......coveereereinerrennne 2662, 2674, 2675.02, 2696
PTOL-2068........cccoeeeereeieinierenereeeee s 2687, 2696
PTOL-2069
Cited.......... 2666, 2666.01, 2666.04, 2666.06, 2666.50
...................................................... 2666.60, 2696
Reproduced.........ccovveveveneeeeee e 2666.50
PTOL 2070......cccounee. 2664, 2670, 2677, 2686.01, 2696
PTOL-2071....ociiiicieineeeree e 2666.06, 2696
PTOL-2072.....eiieeieee et 2696
PTO/SB/01 Reproduced ...........ccoeerereeeneneeinieneeaens 602
PTOISBIO3......cooiereeieeriereereereereeese s 1604
PTO/ISB/OB.......c.coeieeiiirieiiseeereee e 608.01(n)
PTO/ISB/OT ...t 608.01(n)
PTO/SB/0S ............ 608.01, 609.02, 609.03, 609.04(a),
............. 609.05(a), 609.05(b), 609.05(c), 609.06,
.................................. 609.07, 707.05(d), 1302.12
PTO/SB/08A
Cited. ..o 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
.609.07, 2214, 2246, 2257, 2258.01, 2290, 2614,
................................................ 2646, 2657, 2687
REProduUCEd.........oveivieiee e 609
PTO/SB/08B
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(115 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(C), 609.06,
.609.07, 2214, 2246, 2257, 2258.01, 2290, 2614,

2646, 2657, 2687, 2690

REPrOdUCEd .......coveeeirie e 609
PTO/ISB/L6 ...t 201.04(b)
PTOISBI24 ... 711.01
PTO/SB/24A

Cited....oooeeeeeee e 711.01, 1125, 1135

Reproduced........ccoevevenievvneneeeeeeene 711.01, 1135
PTOISBI25 ...t 1490
PTO/ISBI26 ...t 1490
PTO/ISBI27 ... 1504.30
PTO/SB/29

Gt 201.06(d), 709

Reproduced.........ccoovveeveeeeerece e 201.06(d)
PTO/SB/29A Reproduced..........oocevveeeverennnen. 201.06(d)
PTO/SB/30 Reproduced............ccoevererieneneennen 706.07(h)
PTO/ISBI3L ...t 1204
PTO/SB/35

Cited....oieeeerecer e 1121, 1122, 1135

ReProduced.........ccceeeeeeiierenee e 1135
PTO/SB/36

(07 (<o FE 1123, 1124, 1135

REProduced........cccoveveeeie e 1135
PTO/ISBI37 ..ttt 709
PTO/SB/42....... 2246, 2256, 2257, 2258.01, 2262, 2614,

........................................................ 2646, 2657, 2687
PTO/SB/43 Reproduced..........coovereeeneierienieesieee 1490
PTO/SB/44

Cited....ooiceiice e 1480, 1480.01, 1485

REPrOdUCEd ........coevviieiiiieeree e 1485
PTO/SB/45

107 (<o O 2515, 2595

REProduced........cccoveeeeeiereese e 2595
PTO/SB/47

CIted...e o 2540, 2595

REProdUCEd ........cerviiirierer e 2595
PTO/SB/50 Reproduced.........ccccevvvereeeenienereeseeen, 1410
PTO/SB/51

Cited....oiecieereee e 1410.01, 1414

REProdUCEd ........c.evviieiiiieeree e 1414
PTO/SB/51S Reproduced.........cocvveererieeneennen 1414.01
PTO/SB/52

Gt 1410.01, 1414

REProduced.........ccoveveveievece e 1414
PTO/SB/56 Reproduced...........coeevereeeeerineeneseeienenes 1415
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PTO/SB/57
L0 = o [ 2214, 2296
REProduCEd.........coevieriirieeeeeee e 2214
PTO/SB/58
(01 = o [ 2614, 2696
(R TS0] 070 L1 =" o FR 2614
PTO/SB/BL.......cveiriiieisieisiee e 711.03(c)
PTO/SBIB2.......ccoeiriiieisiiiee e e 711.03(c)
PTO/SBIB3.......coceviieeseee e 711.03(c)
PTO/SBIBA.......cocoviieiiieisesee e 711.03(c)
PTO/SB/64a Reproduced..........ccovvvreeeereeeeiereenn, 1135
PTO/SB/BA PCT ..o 711.03(c)
PTO/SB/67 Cited ......ooveveievieisienieesieseeese e 104
PTO/SB/68
CIted o 103, 711.04
REProduced.........cccovvieveereeeee e 103
PTO/SB/80 Reproduced ...........ccovevverererienenienenn 402.07
PTO/SB/81
(011 = o [ 402, 601.02, 1604
Reproduced.........ccoovvvveveeeeie e 402, 601.02
PTO/SB/82 Reproduced ................... 402.05, 2222, 2622
PTO/SB/83 Reproduced ................... 402.06, 2223, 2623
PTO/SBIA......ccviiieeseiee et 1101
PTO/SBIO5.......ctiteieeseeee ettt 1706
PTO/SBIOB.......c.ovireeiiriiieiesieeeie et 324
PTO/SBI122......oooeieieeeeeree e 403, 2542
PTO/SBI123.......o oot 403, 2542
PTO/SBI124.......ccooeeeieeee ettt 403
PTO/SB/125
CItEA o 403, 2540
REPrOdUCEd.......cceeeeiereeece e 403
Reasons for Patentability and/or Confirmation
PTOL 476......o et 2687
Recordation Form Cover Sheet PTO-1595........... 302.07

Reexamination and processing forms listed... 2296, 2696
Reexamination Clerk Checklist

PTOL-1517 ..ot 2296, 2687, 2696
Reissue Application

Declaration by the Assignee (See Form letters and
forms: PTO/SB/52) .....cccoovvvvireeieeennn 1410.01

Declaration by the Inventor (See Form letters and
forms: PTO/SB/5L) ..cccovveveeiieeceie 1410.01

Fee Transmittal Form (See Form letters and forms:
PTO/SBI56) ...c.cveeenereneeereneeesenieneseeeeesensenes 1415

Supplemental Declaration for Reissue Patent
Application PTO/SB/51S.........ccccovvueee. 1414.01

Transmittal (See Form letters and forms: PTO/SB/50)
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Request for Customer Number PTO/SB/125 ...403, 2540

Reguest for Customer Number Data Change
PTO/ISB/124 ...t 403

Request for Deferral of Examination 37 CFR 1.103(d)
PTOISB/37 .o 709

Request for Ex Parte Reexamination Transmittal
PTO/ISB/57 ..ot 2214, 2296

Request for Inter Partes Reexamination Transmittal
PTO/SB/58

Gt 2614, 2696
REProduUCEd ........cvvvieeiriieeee e 2614
Request for Statutory Invention Registration PTO/SB/94
............................................................................. 1101

Request for Withdrawal as Attorney or Agent
PTOISB/83 ... 402.06, 2623

Rescission of Previous Nonpublication Request (35
U.S.C. 122(b)(2)(B)(ii)) and if Applicable, Notice of
Foreign Filing (35 U.S.C. (b)(B)(iii)) PTO/SB/36

(O] 1=o FE TSP 1123, 1124, 1135
ReProduced.........ccceeeeieiiiriee e 1135
Response to Rule 1.312 Communication
PTOL-271.....cccoeene 714.16(d), 714.16(e), 2307.03
Restriction requirement .........c.cocveveeeneneenenecnienens 817
Revocation/Appointment of Power of Attorney or
Authorization of Agent PTO/SB/82.......... 2222, 2622
Right of Appeal Notice PTOL-2066.......... 2673.02, 2696
SIR-C e 1103
SIR-E. e e 1103
SIR-F e 1103
SIR-G et 1103
SIR-H e 1109
SIR-T e 1103
S S 1103
SIR-K et 1109
SIR-L ettt 1107
SIR-M ittt 1107
SIR-N (FOrM D-11) ....oovvrrereeeenreseeee s, 1103
Statementsto DOE or NASA ..o, 151
Subject matter admits of illustration ................ 608.02(a)
Terminal Disclaimer to Accompany Petition
PTO/ISB/B3 ..ot 711.03(c)
Terminal Disclaimer to Obviate a Double Patenting
Rejection over aPrior Patent, PTO/SB/25........... 1490

Terminal Disclaimer to Obviate a Provisional Double
Patenting Rejection over a Pending Second
Application, PTO/SB/25..........ccooieinieeniee 1490
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Sec. No.

Transmittal of Communication to Third Party Requester
— Ex Parte Reexamination — PTOL — 465

................................................ 2262, 2264, 2283, 2296
Form paragraphs (Reproduced)

200 s 201.06
2.03 e 201.06(c)
2,05 e 201.07
2,06 .. e 201.08
207 s 201.09
208 .. s 201.10
2,09 .. 201.11
2,00 e 201.11
2.00.01 o 201.11
200 s 201.11
21100 e 201.11
203 201.03
2,038 e 201.03
213D e 201.03
2030 s 201.03
2130 201.03
2038 e 201.03
2. L3 201.03
2,130 et e 201.03
213N s 201.03
2L3.0L e 201.03
213,02 e 201.03
2014 e 201.03
21400 e 201.03
205 s 201.11
216 e 201.11
207 201.11
218 s 201.13
209 s 201.15
220 e 201.14(b)
221 e 201.14(c)
22100 e 201.14(a)
222 e 201.14(c)
223 e 201.14(c)
224 ... 201.14(c)
225 e 201.14(c)
2.26 e 201.14(c)
227 201.14(c)
228 e 201.11
2.29 s 201.11
2.30 i 201.06(d)
231 201.06(d)
2.32 201.06(d)

Sec. No.

2.3 s 201.06(d)
2.3 s 201.06(d)
2.3 s 201.06(d)
2.3 e e 201.11
230 e 201.11
280 201.11
ALOL... s 403
.02 s 406
.03 e 406
S 406
0Bttt e 407
0T e s 407
.08 e 407
.09 s 402
A0 s 401
B0L e s 502
BU0L.0T. s 501
D02, e e 512
D03 e 903.08
B0 s 512
D05 e e 509.03
B.0L. i s 608.01(a)
B.02. . s 608.01(a)
B.02.01L....cceeeeeeee e s 605.04(a)
B.03. . e 602.01
B.05. .. 602, 602.03, 605.01
B.05.01.... e s 602
B.05.02.... e 605.02
B.05.03....ceeceeceeere e s 605.01
B.05.05....cei e 602.03
B.05.06.......ceueeeeieiee e 602.03
B.05.07 .. 602.03
B.05.08....c.eeceeeeeese e s 602
L2001 0 I 604.01
B.05.12....eieeeee e 604.01
B.05.13.. .. e 602.04
B.05.14 ... s 602.04(a)
B.05.15....c e s 602.03
B.05.16....ce e 602.01
B.05.07 e 602
B.05.18.... e s 605.04(b)
B.05.19.... e 605.03
B.05.20....ccue e e 602
B.06..... o 603, 604.01
B.07 - e 604.02
B.08....ee e s 604.04(a)
B.09.01.....eieee e 605.03
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B.1L oo 606.01
L 80 5 L0 OSSR 606.01
B.12 e s 608.01(b)
L0 O 608.01(b)
B.14 .o e 608.01(b)
B.A5 e e e 608.01(b)
B.16 ..t 608.01(b)
B.16.01 ... 608.01(b)
B.17 e e s 608.01(j)
B.18 .. e s 608.01(n)
B.AB.0L ...t s 608.01(m)
B.19 i s 608.01(p)
B.19.0% .. 608.01(p)
B.19.02 ... s 201.17
B.19.03 ... s 608.01(p)
B.20 .. e e 608.01(v)
B.21 e e e 608.02(b)
B.22 e 608.02(b)
B.22.0L ...t 608.02(d)
B.22.02 ...ttt 608.02(e)
B.22.03 ...t e 608.02(¢e)
B.22.04 ... 608.02(d)
B.22.05 ...t s 608.02(f)
B.22.06 ......oeiieeieeeeeeeeee e 608.02(¢e)
B.22.07 ..ottt 608.02(e)
B.23 et 608.02
B.23.0% ..ot 608.02
B.24.0L ... 608.02
B.26 .t 608.02(b)
B.27 e e 608.02(b)
B.28 .. e 608.01(q)
B.28.0L ... 608.01(q)
B.28.02 ...t 608.01(q)
B.29 .. s 608.01
B.30 i 608.01
B.3L et 608.01
B.32 s 608.01
B.32.0L ... 608.01
B.36 ..ttt 608.02(d)
B.36.01 ..ot 608.02(g)
B.37 e 608.02(h)
B.30 s 608.02(p)
B.40 .. e e 608.02(p)
BAL .o e 608.02(p)
Bd2 .ot s 608.02(p)
BA3 e 608.02(p)
BB ... e e e 602.03
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BT e s 608.02(p)
B.AB....oo e 608.03(a), 714.16(d)
B.49..... s 609.05(a)
B.49.01 ..o 609.05(a)
B.49.02.......oi et 609.05(a)
B.49.03.......oiceeeeeeeeeee s 609.05(a)
B.49.05......c.oi et 609.05(a)
B.49.06........cceeiteecteeeee e 609.05(a)
B.49.07 ... e 609.05(a)
B.49.08........oceeeteecteeeee e 609.05(a)
B.49.09......c.oiiiieeeeeee e 609.05(a)
B.49.10......ci e 609.05(a)
B0 s 609.05(a)
B.52. s 609.04(b)
B.53. e 609.03
B.54 s 609.03
B.55. et 609.03
B.56... et 610, 1134
B. 57 e s 610, 1134
B.60.0%.....coiiiiciecreeeteeeteere e s 608.05
B.60.02......c.ei ittt 608.05
B.6L.0% ...ttt s 608.05
B.6L.02......ei e s 608.05
B.62... e e 608.05
B.63.0%.....ccoiceiereecreeteee e 608.05(b)
B.63.02......ceiieeeteereeee s 608.05(b)
B.64.0L ..o 608.05(a)
B.64.02.......oiceeeeee s 608.05(a)
B.64.03.......oiceeeeeeee e 608.05(a)
B.64.04.......oi it 608.05(a)
B.70.0%.....coi it 608.05
B.70.02....ccee et s 608.05
B.7L.0L....c e 608.05
B.71.02....cceeeee e 608.05
B.72.0%....cccei ittt 608.05
B.72.02....ccee e s 608.05
B.72.03......ceeeeeeeee s 608.05
B.72.04. ... 608.05
B.72.05....cccee ettt 608.05
K0 OSSPSR 702.01
K0 S 702.01
K0 S 706.03(a)
T.05.ee e e e 706.03(a)
0330 RS 706.03(a)
T.05.02....cuiieectieeteeteeie et 706.03(a)
T.05.03....ceiceecteecreeteee e s 706.03(a)
T.05.04. ... 706.03(a)
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Sec. No.
T.05.05 ....oiiceceecee et 706.03(k)
0 S0 TS 706.03(k)
07 e s 706.02(i)
T.08 e 706.02(i)
T.09 .. 706.02(i)
T.00 e e 706.02(i)
280 5 OO 706.02(i)
TA2 e 706.02(i)
TA2.0L ..o 706.02(i)
TA3 e e 706.02(i)
TdA oo 706.02(i)
TS s 706.02(i), 804.03
71501 oo, 706.02(f)(2), 706.02(i), 804.03
TA5.02 i 706.02(i), 804.03
TA5.03 ...t 706.02(i)
TAB oot 706.02(i)
TAT e 706.02(i)
T8 e 706.02(i)
T2 e 706.02(i), 804.03
T.20 e e 706.02(m)
2001 oo 706.02(m)
T.20.02 .o 706.02(m)
T.20.04 .o s 706.02(m)
T.20.05 ... 706.02(m)
2L e 706.02(m), 804.03
T2L0L oot 706.02(m), 804.03
20102 e 706.02(m), 804.03
T22 e s 706.02(m)
T.23 e s 706.02(m)
T2T e 706.02(m)
T.28 e s 706.03(0)
8 608.01
T.29.0L ..o 608.01(m)
T.29.02 ..ot 608.01(m)
T.29.03 ...t s 608.01(m)
T.29.04 ..ot 608.01
T.300L .. 706.03(c)
T.30.02 .. 706.03(d)
T3L0L it 706.03(c)
T.3L02 et 706.03(c)
T.3L03 e 706.03(c)
T3L0A e 706.03(c)
T.330L e 706.03(c)
T3 e s 706.03(d)
T3A.0L .o 706.03(d)
T.BA.02 .o 706.03(d)
T34.03 ... 706.03(d)
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T3A4.04.... e 706.03(d)
R 0 T 706.03(d)
0 T 706.03(d)
0 O 706.03(d)
T.34.08......ooceeeteeeteeceee e 706.03(d)
T.34.09.....ciceeeeeeceee e s 706.03(d)
20 3 706.03(d)
0 S R 706.03(d)
TBA2. . 706.03(d)
T3A.L3. e 706.03(d)
T B SRR 706.03(d)
T 3 L YR 706.03(d)
T35 s 706.03(d)
T.35.0L....ieeeceeeee e 706.03(d)
T.3Beeieicee e 608.01(n)
2 7 OSSO 707.07(f)
2 740 O 707.07(f)
3702, s 707.07(f)
3703 s 707.07(f)
3704t 707.07(f)
T.37.05. et 707.07(f)
T A0 TS 707.07(f)
2T A0 7 S 707.07(f)
3708t 707.07(f)
T.37.09...c et s 707.07(f)
28 7% O TS 707.07(f)
7 5 S 707.07(f)
3712 707.07(f)
T3T7. 13 707.07(f)
T8ttt 707.07(f)
< 0 S 707.07(f)
T.38.02... et 707.07(f)
T.30. et s 706.07
T.39.0%.... et 706.07
TAD.... e b 706.07(a)
2O X 0 706.07(a)
AL 706.07(b)
TALOL....cooiceeceeeeece e 706.07(g)
5 0 2 706.07(g)
TALOSB......coi e 706.07(b)
TB2ooceeeeeeeeeee e s 706.07(d)
2 O 1 S 706.07(g)
TA2.02....coiceeeeeeeeeee e 706.07(g)
TA2.03....coiceeeteeceeceee e 706.07(g)
TA2.03L....coiciiceceeeecteeee e 706.07(g)
A O S 706.07(h)
Y 0 Y 706.07(h)
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TA2.006 ..ottt 706.07(h)
2 O S 706.07(h)
TA2.08 ...t 706.07(h)
TA82.09 ... 706.07(b), 706.07(h)
TA2.10 i 706.07(h)
TA2 DL oo 706.07(h)
TA202 oo 706.07(h)
2 T 706.07(h)
TA2 LA ..o 706.07(h)
TA215 oo 706.07(h)
TA2L6 ..ot 706.07(h)
TAS oo 608.01(n), 707.07())
2 0 RO 707.07())
TAB.02 .ot 707.07(j)
TA3.03 ... 707.07(a)
TAB.04 .o 707.07(j)
TABA .o 608.01(0)
TS oo s 608.01(n)
TAB ..o e 714.01(e)
TAB .o 706.03(u)
T .o s 706.03(u)
T.50 e s 706.04
285 714.14
T2 et 709
285 SRRSO 709
T 709
RS 0 R 709
TB54.02 e 709
T5B e 709
T5B.0L .ottt 709
T.56.02 ..ot 709
25 Y PR SRRRRUS 715
T.B8 e 715
T8O e 715
T80 ..ot 715
< RO 715
T.B2 e e 715
T.B3 et 715
TBA et 715
T.B5 et 716
TBB vttt baens 716
T.B6.0L ... 716
T.86.02 ...ttt 716
T.86.03 ...ttt bbb 716
T.B6.04 ...t 716
T.86.05 ...ttt 716
= S SS 707.05(g)
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R VRSSO 707.05(g)
= v 0 707.05(9)
T.82.03.....eeeeeee e 707.05(a)
8= X S 707.05(g)
T8 s 713.04
R 0 RS 714.01(a)
< TS 714.16(d)
T8 714.16(€)
T8T e s 714.16(d)
T.90. et e 711.02
R RSO 711.02(a)
T.95. e 704.12(c), 714.03
T.95.0L....ci e s 714.03
T.9B....oeceecee ettt e 707.05
.07 e s 707.07(j)
T.98..eeee e e 710.02(e)
e < 0 710.02(¢)
T.98.02....cee e s 711.02
T.000.. e 707, 707.08
28 0 SR 707, 707.08
280 10 707, 707.08
28 0 TR 707
250 O SRS 706.02(c)
T.005. e s 704.14(a)
T.0105.01.....ci e 704.14(a)
A 0L X0 704.14(a)
280 0 T 704.14(a)
250 O SRS 704.14(a)
T008.....oi ettt e 704.14(a)
T.009. e e 704.14(a)
280 5 L TR 704.14(a)
280 5 R 704.14(a)
012 e 704.14(a)
TAL3ueeeeee e e 704.14(a)
280 SRS 704.14(a)
280 5 1 TR 704.14(a)
80 L TR 704.14(a)
TALT oo 704.14(a)
80 1 TR 704.14(a)
28 5 K TR 704.14(a)
28 7 TS 704.14(a)
280 S 704.14(a)
TA22.eeeeeeeeeeeece e s 704.14(a)
2 TS 704.14(a)
TA24 ..o 704.14(a)
2 TS 704.14(a)
8 TR 704.14(a)
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TA2T oot 704.14(a)
280 AR 714.03(a)
28 1L T 714.13
O 724.06
T.205 et e e 724.06
T206 ..ottt e 724.06
T207 ettt 724.06
0 < T 724.06
T.209 .. e 724.06
T200 e e 724.06
T2L0 oot 724.06
T202 e 724.06
8 T 724.06
T2LA ...t 719.01
B.0L ..o 809.02(a)
802 e 809.02(a)
B.03 .. 821.01, 821.04(a)
B.04 .. s 821.03
B.05 .. 821.01
B.06 ...ttt bbb 821.02
807 e 821.02
808 ..t 817
B.09 ..t 817
8.0 e 817
Bl e e 817
812 s 809.03
< 50 1 T 817
N0 O 806.05(j)
B.LA0L ... 806.05(j)
B.A5 s 806.05(c)
816 it 806.05(d), 806.05())
BT s 806.05(e)
B.A8 e s 806.05(f)
8.1 e 806.05(g)
8.20 . e 806.05(h), 806.05(i)
8.20.02 ...t 806.06
B.2L0L .. e 817
B.2L.02 ... e 817
B.21.03 ... e 817
8.21.04 ..o, 806.05(f), 806.05(h), 817
822 s 818.03(b)
823 e e e 812.01
B.23.0L ... 812.01
B.23.02 ...t 817
B.24 . s 821.01
825 s 821.01
B.25.0L ... s 821.02
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8.25.02....cccti ettt 818.03(c), 821.02
S S 821.03
B2 e s 804.03
B.28. . s 804.03
B.28.0L.....ceiceeceeeeeeee e e 804.03
B.20. .. e 822
B.30. it 804
S G TS 804
B3 e 804
B33 et 804
8.3 bbb 804
B35 e 804
836 i 804
B 3T e et 804
B.3B i e 804
B.30. e 804
S R 803.03
B2 821.04(b)
B3 s 821.04(b)
85 s 821.04(a)
BB s 821.04(a)
BT e s 821.04(a)
BAT.OL....eeeeeeeee e 821.04(a)
849, s 821.04(a)
850, e 821.04(a)
JO.0Lu e 1308
L1013 e e 1481.02
L1014 e 1481.02
FO.15 e e 1481.02
FO16.u et e e 1481.02
JO.17 e s 1481.02
TO18. e e 1481.02
TO.19 e s 1451
F0.20u it 1002
12.109.00.....cciiieieeeeeeceereere e s 1205.03
2 1 1205.03
12,100 e s 1205.03
T2.102 e s 1205.03
2 TR 1205.03
T2.007 e 1205.03
2 T 1214.07
12.119.00 .. 1214.06
12.119.02.....coi ettt 1214.06
2 1 O 1214.06
T2.020.iee e s 1215.03
T2.149... e s 1207.02
12.150.00....cceeeeee e 1207.02
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12.150.04 ...t 1207.02
12.150.05 ....0iicticiectece e 1207.02
12.150.06 ....oeocveciieiecee et 1207.02
2 T 1207.02
12,151,070 .o 1207.02
T12.151.02 ..ottt 1207.02
T12.151.03 ..ottt 1207.02
T12.151.04 ..o 1207.02
12.151.05 i 1207.02
12.151.07 oo 1207.02
12.151.08 ..ottt 1207.02
2 0 O PR R 1207.02
T2.152 e 1207.02
12.152.00 ..o 1207.02
T12.151.02 ..ottt 1207.02
12.151.03 ... 1207.02
T12.151.04 ..o 1207.02
12.151.05 it 1207.02
L2153 e e 1207.02
12.153.01 it 1207.02
T12.153.02 ...ttt 1207.02
12.153.04 ..ot 1207.02
T12.154.00 v 1207.02
12.154.02 ... 1207.02
12.154.03 ... 1207.02
T12.154.04 ..o 1207.02
T2.154.05 ..o 1207.02
12,154,011 ..o 1207.02
T2.156 ..ot 1207.02
12.156.01 ....oooiecieciecee e 1207.02
T12.156.02.....cccveeteeeeie et 1207.02
12.156.03 ...t 1207.02
T2.057 e 1207.02
12.157.00 oo 1207.02
12.157.02 ..ottt 1207.02
T2.159 ..t 1207.02
T2.16L .o 1207.02
L2162 e 1207.02
12.162.01 ..ot 1207.02
12.162.02 ...ttt 1207.02
T2.1683 et 1210
T2.169 .. 1205.03
T2.070 e 1205.03
12.170.01 ..o 1205.03
T12.170.02 ...t 1205.03
T2.070 e 1205.03
L2072 e 1205.03
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T2.173. e s 1205.03
2 SO 1205.03
L2176 1205.03
12.176.01....cieeeeeceee e 1205.03
L2077 e s 1205.03
T2.178..ceeececeeete e 1205.03
2 4 T 1205.03
T2.079. s 1207.02
12.179.00....eeeceeeeee e 1207.02
12.179.02.....oiciieieeeeeeeeee e, 1215.04, 1207.03
T2.079. e s 1207.02
2 O 1207.02
L2182 s 1209
T2.184...ee e 1211, 1207.05
T2.185...o et 1207.05
T2.18B....cccvieeeceeceecte et 1215.04, 1208
2 1207.03
L1300 e 1302.02
L3L02. e e 1302.04
130201ttt 1302.04
13.02.02....cciciiiieiieeeeeeeeeeee e 706.07(f), 1302.04
G 70 TP 1302.14
13.03.0L...c e 1302.14
L1304 e 1308.03
L3.05. e e 1308.03
G 70 T 1302.04
1307 e e 1302.01
13.08... e e 1302.01
13.09. e 609.04(b)
G T O TSSO 714.16
TA.0Duc e s 1414
T4.0L.0L. . 1414
T4.00.02....oi et 1414
T4.01.03....cc et 1414
TA.01.04....o e 1414
0 0 T 1414
T4.05.02....cice e s 1444
TA.0B....c.oiiieiee et e 1442.01
TA.07 oot e 1442.03
TA.08....oiiie e e e 1442.02
T4.09...co e s 1442.02
L4010 e e 1442.02
AL e e 1442.02
0 SO RR 1418
T 1412.03
1 TS 1412.03
TA LA oo 1444
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TAIS e 1410.01
TALB i 1410.01
T4.16.01 ..o 1410.01
0 T 1410.01
T14.16.03 ... 1410.01
TA.16.04 ..o 1410.01
T4.16.06 ....cveecveereeteeee et 1410.01
T 1412.02
T14.20.0L ..o s 1453
42101 .o s 1453
T4.21.09 .o 1448
TA.22 e s 1448
T4.22.01 .o 1411.02
TA.23 . 1490
TA.23.0L ..o 1490
TA24 ..o e 1490
TA.25 e 1490
TA.26 oo 1490
T4.26.0L ..o s 1490
TA4.26.02 ..ot 1490
T4.26.03 ...ttt s 1490
T4.26.04 ..ot 1490
T4.26.05 ... 1490
T4.26.06 ....c.veiieeeeee et 1490
T4.26.07 c.oeecveeeeeee ettt 1490
TA.27.0L oot 1490
N 0 S 1490
TA.27.03 ..o 1490
TA27.04 .o 1490
TA.27.06 ..ottt 1490
TA.27.07 oot e 1490
TA.27.08 ... s 1490
TA28 ..o 1490
TA.29 ..o 1490
TA.29.0L ..o s 1490
T4.29.02 ..o 1490
TA.30 e 1490
T4.30.0L ..o s 1490
T4.30.02 ..ottt 1490
TA.32 e e 1490
TA.33 e 1490
TAB e 1490
TA.35 e s 1490
TA.35.0L .ot 1490
R 1490
T4.36.0L ..o 1490
SRRSO 1490
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TA.3B.cteeeee e e 1490
e T 1490
15,00 s 1504.10
15.01.0L. . 1504.10
15,02t 1504.10
15,03 e 1504.10
15,0301 s 1504.02
15,04 s 1504.10
15,05, e e 1503.01
15.05.0L....ciiiieeceeeee e e 1503.01
15.05.03....0cciicieecieecreete et e 1503.02
15.05.04....cccui ettt 1503.02
15.05.040.....cciiiiiececeee e e 1503.02
15.05.05....0ccciiceeceecteete e 1503.02
15,07 e s 1503.02
15,0701 1504.01
T5.08....ctiiiicie e 1504.01(c)
15,0801 1504.01(c)
15.08.02....cccciiieeitee et 1504.01(d)
15.08.03....0cccticeeitee ettt 1504.01(d)
15,09, s 1504.01
15,000 i 1504.01(e)
15,00 s 1504.02
15,02 e s 1504.02
I5.13 s 1504.02
5,14 s 1504.02
15,05 s 1504.02
15,1501 e 1504.02
15.15.02...coiieeieeeeeeeee e e 1504.02
15.15.03...ccc ettt 1504.02
I5.15.04....i ittt 1504.02
15,16 s 1504.02
I5.07 e s 1504.02
5,18 s 1504.03
15,19 e s 1504.03
15,1901 s 1504
15.19.02....ci e e 1504.03
15.19.03. ..o s 1504.03
15.19.04....c et 1504.03
15.19.05. .0ttt e 1504.03
15.19.06.....ccoiieeieecteee ettt 1504.03
15.19.07 i e 1504.03
15.20.02....ccceiceeceeeeee e e 1504.04
I5.20 e s 1504.04
15,2101 s 1504.04
15,22 s 1504.04
15.22.02. ... e s 1504.04
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15.22.03 ... 1504.04 I5.48....ee e e s 1503.02
15,23 e s 1504.06 15,49, s 1503.02
15.23.00 ..o 1504.06 1550, e 1503.02
15.23.02 ... 1504.06 15.50.01 ... 1503.02
D524 . 1504.06 155002t 1503.02
15.24.03 ... 1504.06 15.50.03....coic e e s 1503.02
15.24.04 ..o 1504.06 15.50.04......cc e 1503.02
15.24.05 ... 1504.02 15.50.05.....coii e 1503.02
15.24.06 ..o 1504.06 ST Y 1504.04
A5.24.07 ..o 1504.06 155100 ... 1504.04
15.24.08 ... 1504.06 15,52, e s 1504.10
15,25 e 1504.06 I5.55. et 1512
A5.26 e 1504.20 A5.55.00 ... e 1512
A5, 27 e 1504.05 TS T 1504
15.27.0% ..o 1504.05 15.58.01... .0 e s 1504.04
15.27.02 ..o 1504.05 15.59. e s 1503.01
15.27.03 ..o 1504.05 15,600t 1503.01
15.27.04 ..o 1504.05 561 1503.01
A5.27.05 ... 1504.05 S Y 1503.01
15.27.06 ....oo e 1504.05 15,63, . e s 1503.01
15.27.07 e 1504.05 I5.64...ei e 1503.01
15.27.08 ...ttt 1504.05 I5.65...eicce e 1504.04
A5.28 e 1504.05 A5.66....eeeeeee e 1504
15.28.01 ... 1504.05 15.66.01......ooiiieeeee e 1504
15.28.02 ... 1504.05 15,67 et 1504.03, 1504.06
15.29 s 1504.05 I5.68....coicteieeectee e 1504.03, 1504.06
15.30 e 1504.05 15.69.01... .. 1504.04
I5.30 e 1504.05 A5.70. e 1504.03
ST X J RO 1504.05 ST 1504
15,34 ..o s 1504.05 T £ S 1504.04
15,35 e e s 1504.05 5,74 s 1504.20
15.36 e 1504.05 A5.75. e 1504.20
ST 2RO 1504.05 A5.75.00.....eee et 1504.20
15.38 e 1504.02, 1504.03 ST (T 1512
15,39 s 1504.03 15,85 e 1504.04
15.39.01 ..o 1504.03 15,90t 1504
15.39.02 ... 1504.03 T6.00.. e 1605
5.0 e 1504.03 G0 1605
15.40.01 ... 1504.02, 1504.03 T 0 T 1605
541 .o s 1503.01 T 0 S 1610
T5.42 ..t 1502 T6.05....eeecceee ettt 1612
A543 e 1502 16.05.01... ..o 1612
A5.44 ... 1502, 1504.01 G0 T 1606
15,45 e 1503.02 16,07 et e 1606
15.46.01 ...t 1503.01 TB.08....cee ettt b 1610
A5.47 e s 1503.01 16.09... i e 1605
A5.47.01 ... 1503.01 16.00. i 1605
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L6.10 oo 1606
TB.12 et 1610
S T O 1607
S 10 1 1845.01, 1878.01
18.02...eieeeeeece e 1845.01, 1878.01
18.02.01 ...ccvieieeiecteeceee e 1845.01, 1878.01
18.02.02 ...ttt 1845.01, 1878.01
18.03 ... 1845.01, 1878.01
18.04 ... 1845.01, 1878.01
18.04.01 ..., 1845.01, 1878.01
18.05 .ttt 1850
T8.06 ...uectecrece ettt 1850
18.06.0L ... 1850
18.06.02 ...ttt 1850
L8.07 e bbb 1850
18.08 ...ttt 1845.01, 1878.01
18.08.01 ....cviiieiieceecteecre e 1845.01, 1878.01
18.09 ... 1845.01, 1878.01
1810 i 1845.01, 1878.01
T P 1845.01, 1878.01
18.12.01 ..o 1845.01, 1878.01
S T 1 0 1845.01, 1878.01
18.14.01 ... 1845.01, 1878.01
1815 e 1845.01, 1878.01
L8106 it 1850
TB.L7 e 1850
S T TR 1850
S T 1893.03(d)
18.20 .. 1893.03(d)
L1820 et s 1893.03(d)
T9.00 o 1901.06
T9.02 .t 1901.06
22.0% .o s 2246
22.01.01 ... 2242, 2642, 2258.01
22,02 et e 2247
22,03 e 2258
22,0 ..o e 2260
22.04.01 ..o e 2265
22.05 s 2285, 2686.03
22,06 ..ttt 2287
0 O AP 2282
22,08 ... e e 2282
22.09 .. 2271
22,00 i 2271
2 SO 2258
2202 s 2250, 2666.01
22,13 e e e 2250
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2204 2266.01
22,05 e 2266.03
D L TS 2287
L S 2286
2301 e 2307.03
23.02. e e e 2363
23,03 2363.02
2804 e 2305
23,05 e e e 2305
23.06....cui e 2305
2 O R 2305
23.08.....ceicececeee et 2305.04
23,09 e 2306.01
2310 e e 2306.01
2310 e 2307.05
G T S 2307
2313 e 2307.02
2314 715.05, 2307.02
231401 715.05, 2307.02
2305 e 2307.02
2 T TR 2307.04
G T R 2315.01
2318 e 2315.01
2319 e e 2305.04
23,20 e et 2307.06
2320 e e 2307.06
28.0% ... e 2427.01
28,02 e 2427.01
24,03 e 2427.01
28,04 e 2427.01
24,05, 2427.01
24.05.01L......cciieeeeee s 2427.01
26.0%.....ei e e e e 2646
26.02...ccee e e e 2647
26.03...eiceceee e e 2658, 2671.01
26.03.01L.....cccciceceeceee s 2658
26.04.....oi e e e s 2660
26.05. . 2660, 2671.01
26.05.01L......cccuiciieieeee e 2666.01
26.06.......ccvieteeeteeete e 2666.30
26.07 .o 2671.02
26.08......oi e e 2673.02
26.09.....ii e 2675.02
26.10. .0 i 2675.02
26. 00 i e 2675.02
26.50. ...ttt e 2677
26.50.01L......cciiceeeeeeee e 2677
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26.50.02 ....ccctieteeeeeeeeeee et e 2677
26.50.03 ...ttt e s 2677
26.50.04 ...t 2677
26.50.05 ...ttt e s 2677
26.50.06 .....ccueeiieeiieeceeee et e e 2677
26.51 ...t 2677
26.51.01 ..ot s 2677
26.51.02 ...oooieiee et s 2677
26.52 ... e e 2677
26.52.01 ..ot e 2677
26.52.02 ..ottt e 2677
26.52.03 ..ottt 2677
26.52.04 ..o s 2677
26.52.05 ....ooiieece et e e 2677
26.53 ...t 2677
26.53.01 ...t e 2677
26.53.02 ...oeeitieeee ettt s 2677
26.54 ... s 2677
26.54.01 ...t e 2677
26.54.011 ...coierececeeeeeeee e e 2677
26.54.012 ..o s 2677
26.54.02 ..ot 2677
26.55 e s 2677
26.55.01 ..o e 2677
26.55.011 ..o e 2677
26.55.02 ..ottt s 2677
26.56 ...ttt 2677
26.56.01 ... s 2677
26.56.02 .....cueeieeeeeceee e e 2677
26.56.03 .....cuieteeeeeeceeete ettt e e 2677
26.57 et 2677
26.57.01 ..o e 2677
26.57.02 ..o e 2677
26.57.03 ..o e 2677
26.59 ...ttt 2677
26.59.01 ...t s 2677
26.60 .....eiiieeeee e e e 2677
26.61 ... 2677
26.61.01 ... e 2677
26.61.02 ..ottt 2677
26.61.03 ...ttt 2677
26.62 ...t 2677
26.63 ...t et s 2677
26.84 ... e 2677
26.65 .. s 2679
26.65.01 ..o s 2679
26.66 .....coiteeiieie et e 2679
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26.66.01L.......cc0icieeriecrieereee e 2679
26.66.02.......cvictiieteeerieeteee e s 2679
26.67 ..o e e e e 2678
26.67.01L......cceiceeee e 2682
26.68.......cceieteeeteeete e 2666.06
26.69....cui it 2687
T T 2687
26.73. e s 2660, 2671.01
26.80...ccui it re e 2686.04

Fraud (See also Duty of disclosure; Inequitable conduct;
Deceptive intent)

Avoiding charge Of ..........coceiieererieeieree e 2004
Civil litigation ........coeeevereenrireienens 1216.02, 2001.06(c)
Claimsinvalidated..........cccccvvvrivrvnenienieeeseseneieens 2016
T 12 01 00] S o o 201.03
On the Patent and Trademark Office........... 509.03, 1448
Protest......cccoeevrieveivniennnn 1901, 1901.02, 1901.06, 2013
Reexamination
EX parte.....cccocoevevnerienene. 2014, 2216, 2217, 2258, 2280
Inter partes......ccvvvevveeeveereeceeeeneen, 2014, 2658, 2684
REISSUE ..ot 1448, 2012
Small entity StatUS .......ooveeriereireees e 509.03
Fraudulent.........c.coveereinercineseccseeee e 706.03(a)
Freedom of Information Act (FOIA)....... 103, 1002.02(k)(2)
Frivolous invention...........cccccevevieveveseseceseeenes 706.03(a)
Full faith and credit in prior Examiner’s action
Allowed claimsS........coeeereeeiieree e 706.04
INEEIVIEW <o 713.01
SEAMCN ...t e 704.10
Full name of applicant.........ccccccocevivvenieneneneeeene 605.04(b)
Full signatory authority ...........ccocooerineninieniereee s 1004
Function of machinergection ...........cccocecevenene. 2173.05(v)
Functional claim, rgjection ............cccoeueuee. 2114, 2173.05(g)
Functional equivalents...........ccoeerereinieneenenenens 2144.06
Functionality in design patent applications......... 1504.01(c)
G
Gazette, Official (See Official Gazette (0.G.))
Gazette, PCT ..o 1801, 1823.01, 1857
Gebrauchsmuster ...........cc....... 201.13, 201.14(d), 901.05(b)
General Counsal .......cooveevinieineeeeee 502, 1002.02(k)(1)
Mailing address........cccvvvvevereeeeeereee e 501
Genera informMation..........cooeivereinieineee s 1730
“General Information Concerning Patents’ booklet
......................................................... Introduction, 703



INDEX

General power of attorney for international application--Image File Wrapper (IFW) forms

Sec. No.

General power of attorney for international application
............................................................................. 1807

Generic claim

Allowable.......ccoovevvienieieieeeece 808.01(a), 821.04(a)
Transitional application ...........c.cccveenererennen. 803.03(b)
D= 1T a1l (o] o 806.04(d)
Markush group........cccceeeeeesieceeseennn. 803.02, 2173.05(h)
Patentably distinct over other species............... 806.04(h)
Presented after issue of patent...........ccoceveerienne 806.04(i)
REECHON ....cviiiiicre s 809.02(a)
Species claimslacking.........ccocvevrenene 806.01, 818.02(b)
Support for scope of .......ccccevveveerenene. 706.03(c), 2164.08
Traverse of rejection in lieu of election............ 818.03(b)
.............................................................. 818.03(d)

Genetic sequence (See Biotechnology; Nucleotide

sequences; and Sequence rules)

Genus and species...... 806.01, 806.04, 806.04(b), 806.04(d)
................................... 806.04(e), 806.04(f), 806.04(h)
.................................... 806.04(i), 808.01(a), 809.02(a)

Anticipation Of ... 2131.02
ObVIOUSNESS Of ..ot 2144.08

German priority document ........ccceeeeeveseseneceeseennn, 901.05

GesChMACKSMUSEES .....cueieeeeeiee e 201.14(b)

Good faith (See Duty of candor and good faith)

Government registers.....coovvvererieerenceseeseneens 302, 302.07

Government [icense ClauSe. .......covvrereeneneeiesenese e 310

Government-owned application, special ...........c........ 708.01

Graphic SymbOlS.......cccoeiiiieiesere e 608.02

Great Britain, complete specification............ccoccceeee. 201.15

Great Britain, provisional specification...................... 201.15

Greek letter Phi USAgE .....ccvevvveveeeeeeere e 608.01(g)

Group director (See Director of Technology Center)

Group, International classification ..........cc.ccoevvevieenene 903.09

Guardian, Authority recorded ...........cccoceveerinieennene. 409.02

Guardian of legally incapacitated inventor................. 409.02

Guidelines

Drafting an appliCation ..........ccoccvvererenierneeneneseeee 601
Drug disClOSUrES ......ccoveeereeeeeiieeene 2107.01, 2107.03
Effective date under 35 U.S.C. 102(¢)........... 706.02(f)(1)
Electronic mail..........coevevereiiiveiserecceeeee 502.03
Examination of computer-related inventions........... 2106
INVENLOrSNIP ..o 605.07
GENUS-SPECIES ...ttt 2144.08
Grant of reexamination request...........cceeveeeeceereennene 2242
Handling of citation in patent .........c.coceevvieveeenienenn 1920
Internet Usage.......cccecvveeveeerieesenieeenn 502.03, 904.02(c)
Means/step plus funCtion ..........ccceevvereenenencnene, 2181
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Sec. No.
ULTTILY oo 2107
Legal precedent.........cccovveeervneeenine 2107 to 2107.03
Written DeSCription.........ccoeeeeerieeieeerese e 2163
H
Hague Agreement (See also Tredties) ......... 201.13, 1504.10
Hand délivery of papers............. 501, 502, 710.02(e), 714.13
Handling of citation of prior art...........ccccceveeniereccnenes 2206
Handling of mail and papers........c.cccceovreverennnn. Chapter 500
In ex parte reexamination..........cccceeeeeeerereniereeseennns 2270
Ininter partesreexamination..........ccccceeeeveeerennenne, 2670
Handling of protest ..........ccooeeneiiienreeeeeee 1901.05
Hatch-WaxXman ACt ........cooeveieveniene e 2750
Hearing on appeal ........ccveeeeere e 1209
Heir as applicant (See also Administrator or executor)
................ 409.01, 409.01(a), 409.01(d), 1303.03
Help line (telephone nUmMbEr) ........ccooeerieniieneneee 1730
Hidden end use in design applications................. 1504.01(c)
Hidden feature in design applications
ANtiCIPAiON....ccveie v 1504.02
Enablement........ccooo e 1504.04
ODVIOUSNESS ..o 1504.03
HIV/AIDS, Petitions.........ccccovvevieieienieeseseeesesienennns 708.02
HOUrs Of OPEration.........cccvvvevevesereee e 510
Holiday, federal (See Federal Holiday)
Hyperlinksin specification....................... 608.01, 608.01(p)
I
ICIREPAT country COUES.......ccccuvurerreenerniererneenes 201.14(d)
ICIREPAT identification numbers..........ccccooeneeee 201.14(d)
Icon, computer generated..........coocvveeerenieenieens 1504.01(a)
Identification of PapPers.......cccocvvevevecercecresesee 502, 503
Identification of priority application...................... 201.14(d)
Identity of inventors under 35 U.S.C. 119.................. 201.13
Idiomatic ENgliSh.....ccccceeverniesesececesece e 608.01(q)
[llustration (See Drawings)
Image File Wrapper (IFW)
ATIACE oo 608.02
Paper SCANNING ......coveererieieerieeeeseeee e 508
Power to inspect not accepted .........cevvevevereveneneenn, 104
PUDIIC aCCESS ...t 103, 1730
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Image File Wrapper (IFW) forms--Information reasonably necessary for finding prior art

Sec. No.
Image File Wrapper (IFW) forms
Issue Classification Form/Sheet/Slip, reproduced ...........
........................................................................ 1302.09
Cited...oovvieeeecee e 903.07, 903.07(b), 903.09
........................................ 903.09(a), 1302.10, 1302.13
Implied election..........c.cccevnenee. 818.02, 818.02(a), 818.02(c)
Improper comments, inter partes reexamination .......... 2667
Improper joinder, effect on patent..........coccevevevenerennne 805
Improper multiple dependent claim ...........c.cceeee. 608.01(n)
Improvement (JEPSoN Claim) ......cccoeveeereneneneeneseeene 2129
[NBCCUrate ClaiM ....c.ccvviiirieec e 2173.03
Inappropriate papersin inter partes reexamination....... 2667
Incoming-Mail Section (See also Office of Initial Patent
Examination (OIPE))........ccccuvireirereeneneeesenese e 501
Incomplete amendments, time for compl eting
................................................................ 710.02(c), 714.03
Incomplete application................. 506, 601.01(d), 601.01(e)
Claims omitted.........coocererierieeierere e 601.01(e)
DEfiNITION. ... 203.06
(D)7 V171 o 506, 601.01(f)
Invalid 0ath......c.covveiiee e 604.06
Return of filling fee......cocvevviiiceecee e 506
USING 808N .....coeiiiieiieneneeeeee e 608.01(u)
Incomplete claim, rejection....706.03(c), 706.03(d), 2172.01
INCOMPIELE ProteSt......ccvveveeeeeeeierere e 1901.03
Incomplete requests for ex parte reexamination ........... 2227
Incomplete requests for ex parte reexamination ........... 2627
Incomplete response. ........cooeeeeeeeeneeieenens 711.03(a), 714.03
Timefor completing .........ccccoeee. 710.02(c), 711, 714.03
Incorporation by reference................ 103, 201.06(c), 201.11
................................. 201.17, 608.01(p), 2163.07,
......................................... 2163.07(b), 2173.05(s)
Foreign priority application.................... 201.13, 2163.07
In an Examiner’s Answer during inter partes
FEEXAMINGLION......cvevieieeiieeee e 2677
Public access to incorporated application.................. 103
Incorrect citation of reference................... 707.05(g), 710.06
Indefinite claim .......ccoeevinccnienene 706.03(d), 2171 to 2174
Alternative phrase........ccccceceveveenne 2173.01, 2173.05(h)
Antecedent basiS........cccvvvveerieeieieee e 2173.05(e)
Breadth compared.........cccoovevvevnicnennieseneee 2173.04
Design applications................ 1503.01, 1503.02, 1504.04
International application ............ccoveerenienene 1845, 1874
MUITPHCITY v 2173.05(n)
Must be considered..........cooevvereenennieneneeee 2143.03
Nonelected ClaimsS.........ccvveveeeeveese e 821
NUMENical rangeS......covevvevereeererieerieseeie e 2173.05(c)
Rev. 3, August 2005
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Sec. No.
0] T S 2173.05(m)
REECHONS.....c.o i 706.03(d)

35 U.S.C. 112, first and second paragraph compared
................................................................... 2174, 2185
35 U.S.C. 112, sixth paragraph limitations .... 2181, 2185
Independent claim........cccoovveveeinceceece e, 608.01(n)
Independent, definition.........cccccovveivieneenenee e 802.01
Independent inventions.......... 802, 802.01, 803, 803.02, 806
....................................... 806.04(b), 806.06, 808.01(a)

Independent inventor (See also Applicant; Inventor; Pro se
applicant)

Small entity StatUS .......ocveerieeeireee e 509.02
Index of claims........cccviveininereece 707.07(i), 719.04
Index of patents, Classification, Numerical ........... 902.03(a)
Index to the U.S. Patent Classification.................. 902.01(a)
Industrial Security Manual (ISM)......cccccevevienevennnennnns 120
Inequitable conduct (See also Duty of disclosure, Fraud)

.......................................................... 2001.06(c), 2010

BeSt MOE.......ooeeeceeeee e 2165

Claimsinvalidated..........cccovrriirnnnieneineneneens 2016

Finding affectsall claims..........ccccooveriinciciciee, 2016

Protest......cccooeveevennenenese e 1901, 1901.06, 2013

REEXaMINAiON......cc.eeerieiererere e 2014

REISSUE......ccveecee e 1448, 2012
Informal application ..........ccccccvvievvnvneececceeeenn, 506, 702.01

Primary examiner’s attention required...................... 1004

SEAICh. ..o 702.01, 704.01
Informal drawing (no longer applies)............. 507, 608.02(b)
Informal requests for ex parte reexamination................ 2228
Informal requests for inter partes reexamination .......... 2628
Informality, Action calling attention to ................. 707.07(a)

................................ 707.07(j), 710.02(b), 714.14

Information Center (See Scientific and Technical
Information Center (STIC))
Information Disclosure Statements (See also Prior art)
................................................... 201.06(d), 609, 1406
Relationship to requirement for information 704.14(d)
Information material to patentability (See also Duty of

AiSCIOSUIE) ...t 2001.04, 2001.05
Copending application..........cccceeevererenennnns 2001.06(b)
Copied Claims.........ccccveireeieeierere e 2001.06(d)
Foreign application...........ccocveninenienienneniene 2001.06(a)
Litigation .....cccoereeeeiereeeseeee e 2001.06(c)

Information on status of application referred to in patent
............................................................................... 102



INDEX

Information sent to applicant for guidance--Interference

Sec. No.
Information sent to applicant for guidance...................... 703
Information submitted with protest..........cc.cccoeeueen. 1901.02
Infringement action
Statute of [iMItations..........ocoooe v 2204
INID codes or numbers................... 901.04, 901.05(b), 2290
Initial data capture for printing.........c.ccceevevveeveecceeeeenne 1309
Initial examiner review Of reiSSUe........cccvvvevreneeienen. 1443
Ink color
Black oo 707.10, 719.02, 719.05
Red 714.18, 719.02
Permanent .........ccoceevinenninieenn 608.01, 714.07, 714.19
INOPErativeNESS........ccveveveeeveeeeeee e, 2164.07, 2164.08(b)
AFFIdaVit. .o 716.07
INPADOC ...ttt 901.06(a), 905.06
Inquiries, Official and Congressiond..................... 203.08(a)
Inquiries regarding patent search, examination, or validity
............................................................................. 1701
Inquiry asto status of application.............ccc....... 102, 203.08
Application published ... 1128, 1134
INSANILY ..o 409, 409.02
Inspection
AMENAMENE.....c.oiiriieirieeeree e 714.05
APPLICAION ..o 103, 104
APProval Of POWES .........ccoeireirireeeee e 104
ASSIGNMENL ..ot 301.01
AULOTIZAHON ... 402
By @SSIQNEL.....ccovveieeee e 104, 106, 106.01
By excluded or suspended attorney or agent.............. 105
BY INVENLON ..ot 106
BY [ICENSEE.....ociiecececeee e 106.01
Control of, By asSIgnee........ccccceveveeeieeeseeeeiee e, 106
File Information Unit (Record room)..........ccccceeeeuee. 103
International application ...........ccceveevennenennienieens 110
Patent file......covee e 103
PELTION ...t 103
RECOI FOOM ....veveiieiirieisie et 103
Reissue application ..........ccoceoeiereiiene e 103
RIight Of ..o 103, 104, 106
Insufficient disclosure................ 608.01(p), 706.03(c), 2161
Insufficient reply ....ocvvveeeeeceeeeceenen, 710.02(c), 711.02(a)
................. 711.03(a), 714.03, 2266.01, 2666.30, 2671
Int. Cl. (International Patent Classification)............... 903.09
Intellectual property compared..........cccooevererecnenienenn 1512
Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273).......... 706.02(a)
INEENE TO ClAIM v 706
Inter-American Convention (See also Tregties).......... 201.13
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Sec. No.
INterferenCe.. ..o Chapter 2300
Abandonment, suppression or concealment, notice.2138
ACCESSLOTIlES . 2312
ACHON BFtEN...eieieeceeee e 2363
Action after ex parte reexamination..........c.cceceeeeeene 2284
Action after inter partes reexamination .............. 2686.02
Action made when suggesting claims................. 2305.01
Action suggesting claims..........c.ccoeeerenens 2305, 2305.04
Addition of NEW PArtY ......ccceeeverrireereee e 2342
Administrative patent judge handles......... 2300.01, 2314
After notice of dlowance..........ccoceevvvrerrinienenn 2307.03
Allowance of losing party’ s application.............. 2363.03
Amendment filed during .........c.ccooeeveneineneenn 2364.01
Applicant requests interference with patent ............. 2307
Application aready in interference..................... 2305.04
Application and patent in different Technology Centers
............................................................................. 2306
Applications in different Technology
CONENS....eceeeeeee e 2301.01(a)
Attorney, parties have same........c.ccccueuee 2305, 2309.02
Basis of practice.........ccoovevenenennennen. 2138.01, 2300.01
Between application and patent.............. 2306 to 2308.02
Between applications..........c.coeerenenerenienen 2303, 2304
Cancellation of losing party’sclaims.................. 2363.03
Claim of foreign priority by patentee not considered
........................................................................ 2308.01
Claim interpretation...........c.cooeevereeeneneenieneenes 2301.01
Claim presented corresponding to patent
Claim e 2306 to 2308.02
Claims, need not beidentical ..........cccooeveervrncnnnne 2303
Claims, overlapping in two applications of same party
........................................................................ 2315.01
Claims, suggesting .........c.cceeuennen. 1003, 2305 to 2305.04
Claims, unpatentable over suggested claim......... 2305.01
Claims corresponding to count support in specification
................................................................ 2163.03
Claims corresponding to patent claims, rejection
........................................................................ 2307.02
CommOoN OWNErShIP ..cveveeeeeeeeieree e 2302
(0010107 010 IS 2138.01, 2138.04
Concurrent with appeal ........ccccoevvevvieevcie e, 2315
Consultation with examiner ...........cccoceeeereienienennns 2340
Consultation of examiner with administrative patent
JUAge e 2314, 2360, 2363, 2363.03
Consultation of examiner with interference practice
specidist............. 2300.01, 2301.01(b), 2305.04, 2309
Copending ex parte reexamination..............ccoceveenene 2284
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Interference--Interference
Sec. No. Sec. No.
Copending inter partes reexamination...... 2686, 2686.02 Losing party, may obtain copy of
Copied patent claim not identified............ 2305, 2307.05 opponent’ s application.........c.cccvvereiereierenens 2363.03
Count, defined.........ccooereierienireree e 2301.02 Losing party, treatment of ..........c.coeveriereeenieenn 2363.03
Counts, formulation of ..........ccccccevenee. 2138.05, 2163.03 LOSt COUNES ......eeveeieeie i 715, 2138.01
...................................................... 2301.01, 2306 Memorandum, Proposing .........c.cceevereeerveneeeeneen. 2309.02
Dates, differencein effectivefiling........ccccceevennnen. 2303 Motions
TC Director’s attention required..........c..ccccvvreenene 1003 Applications not involved in interference............. 2333
DeciSion 0N MOLION.......ccereriieiereene e 2340 DECISION ..ttt 2340
DECIAratioN......ccveeeverieeeie ettt 2311 HEBMNG. ... 2340
DEfINITIONS ...oiccveeetee e 2301.02 Preliminary......ccccooveeeeeceneeeeeee e 2333, 2340
Determining Priority ......coeceevvevererceseneseeseneenns 2138.01 S 7 SR 2686.02
Diligence, reasonable..........cccovevreenns 2138.01, 2138.06 SUSPENG......oiieeieieriee e 2686.02
Director of TC must approve of ...... 1003, 2303, 2303.01 Multiple dependent Claims.........c.ccoeevverereniennn 2309.02
......................... 2305.04, 2306, 2307.02, 2309.02 Multiple patentsinvolved...........ccccoveeerrcinerennen.... 2306
Disclaimer, statutory..........ccccceeeene.. 706.03(u), 710.02(d) New referencefound..........cccovvveerceececevcsce e, 2341
Disposal COUNt .....ocveveeeeeeieeerere e 1705 Nointerferenceinfact.........ccccvevvvenene. 2301.02, 2363.01
Drawing, losing party’s obtaining copy of.......... 2363.03 Nonelected claims.........ccccccvvericincecccececes 2303.01
Drawing printS.......ccceeeeeeenenenene s 608.02(m) Notation on file wrapper, allowed application ....2305.04
Election of invention not affected.........ccccceeveveeenee. 819 Notation on file wrapper, possible interference
Entry of amendment filed in connection with motion 2301.01(b)
............................................................................. 2364 Notification of patentee, attempt to provoke interference
EStoppel ...covvveeieie 715,2138.01, 2358, 2363.03 e et 2307.06
BVIAENCE ...t 2138.04 Office of Patent Publication notified................... 2305.04
Failure to identify patent when claims presented..... 2305 Order to ShOW CAUSE......ccveverreecr e 2340
........................................................................ 2307.05 Overlapping applications..........cccceeveereeennnnnn.. 2315.01
Failure to present suggested claim...................... 2305.01 Patent filing date earlier than application date ....2308.01
Federal Rules of Evidence.........cccoceeeee 2301.02, 2308 e e e 2308.02
File wrapper notation..........c.ccoeeeeeienencnenens 2301.01(b) Patent filing date later than application date........ 2306.01
Final deCision..........ccoovevnineinine e 2358 Patent in different Technology Center ..................... 2306
Foreign application, benefit .........ccccoovvvvvreenene 2309.02 Petition refusal to initiate ..........ccccceeeevveeneene 1002.02(c)
Fraud......ooooveieeeeeee e 2010 Power of attorney filed.........ccoceevvveenievcccnenienns 402.08
GENENIC ClAIMS ... 2303 Preliminary motions...........ccccoeevenenncnieenn 2333, 2340
I dentification of patent, corresponding Preparation of papers by examiner ............ 2309, 2309.02
claimspresented..........occceeveiinennieneneneee 2307.05 Priority time charts..........ccccoovevninccnenceee 2138.01
Inequitable conduct...........cccccvvevvninie e 2010 Protest, NOtiCE Of ......ccveeee e, 2360
Initial memorandum...........cccceeeveveeieveieseceeeen 2309.02 ProvoKing ......cccovveeeeeieeieie e ne e 2300.02
Inspection of affidavits and declarations............ 2309.03 In ex parte reexamination ...........cccccceveneveseneenne 2284
Inter partes questions not to be Ininter partes reexamination............cccceeeveenee. 2686.02
discussed eX parte.......ccceeeeeeereresenesese e 2314 Public use proceeding..........ccoovvevvieeeeneerenenenns 706.03(v)
Interference Practice Specidist........ 2300.01, 2301.01(b) Reconsideration of decision on mation.................... 2340
.............................................................. 2305.04, 2309 Reduction to practice..........c.ccoeuenene.... 2138.01, 2138.05
Interpretation of claims..........ccocooeveniinicinnenne 2301.01 Reexamination
Interview prohibited...........c.cccvvveininnininnce 2314 Ex parte, copending with interference................... 2284
Judicial review ......ccccvvveevceeieeece e 1216, 1216.01 Inter partes, copending with interference
Jurisdiction over interference...........c........ 2300.01, 2314 s 2686, 2686.02
Litigation, NOICE Of .......ccvevveeerivieesereee e 2360 Reexamination, NotiCe Of .........cccvevrivieneneneiccieee 2360
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INDEX

Interference practice specialist(s)--International application

Sec. No. Sec. No.
Reexamination, presentation of claims for interference International application (See also Foreign application;
with patent under........oooeeeeveveneincnecne 2307.04 Patent Cooperation Treaty (PCT))
Reference found during interference...........cccooveuee. 2341 ADSITACE ... 1826
References pertinent to motions, ACCESS ..ottt 101, 110
made Of FECOId .......oevvveeiieeeiic e 1302.12 AQENT .. 1807, 1864.04
Reinstatement of action .............. 2315, 2363.02, 2363.03 Amendment before the designated office... 1893.01(a)(2)
Reissue application..........cccc....... 1449.02, 2301.01, 2360 s 1893.01(a)(3)
Reissue application copending with interference on Amendment of claims before International Bureau . 1853
original Patent ........cccocevveerereierereee e 1449.01 AMINO aCid SEQUENCE ......coverveeerieieereie e 1823.02
Reissue application, notice of ...........cccvvrecereniennn 2360 APPHCANT ... e 1810
Rejection of claims corresponding to patent claims Applicants different for different designated states
........................................................................ 2307.02 cererreeneseee e 1817.01, 1817.01(8)
Rejection of claims unpatentable over suggested claim ASSIgNMENt dOCUMENE ........cccrverieiriereeenesesee e 301
......................................................... 2305.01, 2305.02 FAN 1 (0] 0= Y TSRO = 0 4
Requirements for interference.........cccceevenee.e. 2303, 2306 Attorney file reference number ..........cccoeevvvvvienes 1821
Response to suggestion for claims.......... 710.02(c), 2305 (O = 3 1S 1824
................................................................ 2305.03 Common representative............c.cccceeueeee..... 402.09, 1807
Revocation of power of attorney...........ccocevveennee. 402.08 Confidential StatUS.........ccocvrverererienireneeneseene 101, 110
SEArCh ..o 1302.08, 2301.01(b) (@071 o | SRS 1812
Second interference........ooovvveenvecneneseeen 2365 CoNtiNUALTON ..o 1817.02
Secrecy order application..........cccceceeeiennnne 130, 2309.06 Continuation Of .........ccccevevevecese e, 201.11(a), 1895
Showing under 37 CFR 1.608(b) .........cccoevvenenee. 2308.02 ContinuatioN-IN-Part..........cccverveererenererereneens 1817.02
Special dispatch........cccooeveevrienene 708.01, 2307, 2307.02 COrrespoNdENCE.......c.covereeeerieeeereeeeie s 1834
Statutory basis.......ccocevevvveenienieee 708.01, 2300.01 (D1 11 0o 201
Subsidiary of corporation, common ownership....... 2302 DEPOSiIt aCCOUNES ....veveieeceeeeeeesie et 509.01
Suggestion of claims.........ccccceeeeevveennne. 2305 to 2305.04 [DI=S v g o) o] o F SR 1823
Suggestion of claims, time limit ........ 710.02(c), 2305.02 Designation fee.........ovverernenenseseesieee 1817.01(a)
Suspension of action pending outcome of reexamination Designation of states..........c.cc.euenee.. 1817.01, 1817.01(a)
.............................................................. 2284, 2686.02 Drawings......ccccoevreeerereeenereeenerenenenee. 1825, 1893.03(f)
Suspension of ex parte prosecution .... 709, 709.01, 2315 DrawingS MiSSING.....ccccoererenereseseeeeseeseeseseesreenes 1825
........................................................................ 2315.01 Early national stage entry under 35 U.S.C. 371(f)
Terminated open to publiC .......ooeveieiereceeeee, 103 1893.01, 1893.01(8)(2), 1893.03(b)
B 100117 (o o TR 2361 ElemMentS......ccoovvieieeeeeee s 1812
TESHMONY ..t 715.07(b) Errors, rectification of ..........ccocevviveinienciiennee 1836
Timelimit for reply.....ccocveveeveveecennennn, 2305.02, 2307.02 FEES ..o 1827, 1893.01(c), 1896
Transfer of application..........cc.cceeeuneee. 2301.01(a), 2306 FIING At ..o 1810
Two periodsfor reply running..........ccccoeeeeneene. 2307.02 Foreign filing liCense.........ccooeveiienneicieneeceee 1832
WinnNing party ......c.cceceeeveeenenecenienens 710.02(b), 2363.02 Formal reqUirements ........cocoeveeerenne e 1810
Withdrawal of application from issue Forms (See Patent Cooperation Treaty (PCT): Forms)
......................................................... 2305.04, 2307.03 Home copy ...........ev........ 1801, 1848, 1879.04, 1895.01
Withdrawal of outstanding action.............ccccecveunee. 2315 International preliminary examination...................... 1860
Interference practice speciaist(s)..... 2300.01(a), 2301.01(b) International Search ... 1843
........................................... 2305.04, 2309, 2309.02(d) International searching authority.............................. 1840
Interlibrary 10aNS.........ccccovvivveeeiccese e 901.06(a) Inventor .............. 1817.01, 1817.01(a), 1820, 1893.01(€)
Interlineation in specification before execution......... 608.01 Kinds of protection..........ccoceevvevrieneresieneniesieenns 1817.02
Intermediate-final product..................... 806.04(b), 806.05()) Mall SEIVICE....coviieirieieere e 1834, 1834.02
Member SALES .......cceiiere e 1817
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Internationa classification--Interviews

Sec. No.
Microorganism deposit ........cceeeverererereeseenennns 1823.01
National Stage ........cccevveeereeeeiereeiere e 1893 to 1896
Numbering of Sheets.........coceiiiiiiiinereeeeee, 1812
(@7 1 [T 1893.01(e)
Parent to national application............. 201.11(a), 1817.02
Power Of atorNeY......ccccvvvveeriecerere e 1807
Precautionary designations...........cccceeeeevnennene 1817.01(a)
Prior art effect..........c........ 1857.01, 1896, 2127, 2136.03
Priority ..ocveeeeeceee e 201.13(b), 1828
Priority document .........cccooevevnincecnienens 201.13(b), 1828
PUBIICEEION ... e 1857
Record CopY ......covverervnenerienienenns 1801, 1828, 1832, 1848
Rectification of 0bvious errors...........cccceeeeceeeenennens 1836
Refund of fees......ccoevvvvecevincivinn, 1847, 1850, 1852
......................................................... 1865.01, 1875.02
REPresentation ..........cceeeeveverevvsieseseseseeeeneeens 402.09
REQUESE ..o e 1821
Search CopPY....coeeveevriereeieenns 1801, 1840, 1840.01, 1847
SearCh fEB .. 1827
Search report.......ceveee v 707.05, 1844
SECIECY OFQEN ...vveeeieie e 115, 120, 1832
Signature of applicant .........cccveverrineieneneerees 1820
Time limitS..coeovvieveereeeere e 1836, 1842, 1843.05
..................................................... 1879.01, 1879.01(a)
T 1821
Trandation for U.S. national stage.................. 1893.01(d)
Transmittal fee.....covviiiiee e 1827
Transmittal [etter.......ooooeeeeeiie e 1830
Unity of invention............... 823, 1850, 1875, 1893.03(d)
Withdrawal ..o 1859, 1880
International classification .........ccccveevveneivsenennnen, 903.09
International patent classification...........c.ccocceeevenuene. 719.05
International searching authority..........c.ccoeeeveinenieenn 1840
International Trade COMMISSION........cccceevreeierierinnienens 724
International-type search........ccccveeevveeeveeceveseene, 707, 1852
101 =101, 502.03, 1730
AArESS ... 1730
Database COlleCtions ..........ccovevervneneseseeeeeeeeneas 1730
Disclosure document program........cccceeeeeeeeeereereenens 1706
Electronic mail........c.ccoceevveienvnienene 502.03, 713, 713.01
............................................................. 713.04, 713.05
General Information Concerning Patents................... 703
KidS PageS ....c.coviiieiieeeee e 1730
“PatentIn” computer software (See also Sequencerules)
............................................................................. 2430
Payment of maintenance feesby.......c..ccccocvveevrienenn. 2522
PCT Legal OffiCe......coviririiriieire e 1730
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Sec. No.
Publication of Board DeCiSions...........cccocereevennen. 1213.03
Publication of the Official Gazette............cccecvneee. 1703
SEACNING..... et 904.02(c)
Usage Policy......cccoeveenenninecee 502.03, 904.02(c)
World Intellectual Property Office (WIPO)
......................................... Introduction, 1801, 1851
INter parteS QUESLIONS ........ccoeveerieiee e 713.06
Interpretation of 1aw, NEW.........cccoeveinerceneree s 1207
Intervening rights
In reexamination
Q7= | (= T 2293
INTEN PArTES. ..o 2693
In reinstated Patents..........coeereeereree s 2591
[N FEISSUE .ot ee e st 1460
Intervention by asSignee........cccccvvveereeeeceesese e 106
INEEIVIBWS ...ttt 713
Advance indication of issuesto be discussed........ 713.01
Allowed application ...........cccccvvreennenn 713.05, 713.10
Appointment in advanCe...........cccvveveeeneneneneenn 713.01
Attorney not of record...........ccccveveverievenienennens 101, 402
Authority to CONAUCE.........ccoevirerieeeeeeeee e, 713.05
Before filing ......c.ccooeeeeneninieeeee e 713.02
Before filing amendment under 37 CFR 1.312......713.10
Before first action................... 706.07(b), 713.01, 713.02
DeMONSLIatioN .......coeveeierieinie et 713.08
During working dayS only..........ccccoceeerenieeiiennnn. 713.01
Electronic malil ....... 502.03, 713, 713.01, 713.04, 713.05
Excluded or suspended attorney or agent...... 105, 713.05
EXDIDit...cvieceieece e 713.08
Exposure of other casesduring .........cccceeen. 101, 713.07
Field of Search.......ccooeiiiiiiniieeeeee, 713.02
Finally rejected application.................. 706.07(f), 713.09
HOW CONAUCEE........cceeeeeree e 713.01
Inter partes qUESLIONS.........c.covveererererienenn 713.06, 2314
Interview summary form........cc.ccecvevvevvennnne 713.04, 2281
Local attorney.......cccceveeveeveevesieveseseseenn, 713.03, 713.05
Made of record..........ccocevereneneeieeieenn. 713.01, 713.04
Merged reissuef/inter partes reexamination......... 2686.03
MOEL ..o 713.08
Oral agreement not binding.........ccccoevveveveerciennns 713.04
Patentability report Cases.........cccevevveveresieneerenne 713.01
Prior to first Office action ................... 706.07(b), 713.02
Prohibited........cccccovveveeiieeee e 713.05
Protestor participation ............cceeveeeeveeceenernsnnenns 1901.07
Question of patent validity .......cccccevveveeveeiienisieieinns 1701
Record of substance required.................... 713.01, 713.04



INDEX

Invention--Issue of patent to assignee

Sec. No.
Reexamination
EX PAre..eeeviiiciiece et 2281
Inter partes........ccevevenee. 2666.30, 2685, 2686.03, 2687
Refused......ccoovvvveenineceie 713.01, 713.02, 713.05
................................................................ 713.10, 2314
Requested in continuing application................. 706.07(b)
Requested in Office aCtion.........cccceeveveveeeceeiennenn, 707
SOUNAING OUL ... e 713.03
Special SItUatioNS.........cevireeiricree e 713.05
Substance made of record........... 713.04, 714.13,1302.03
Telephone.......cccoeveeens 101, 408, 713.01, 713.05, 812.01
Timeallowed ........ccooeivinereeee e 713.01
Video conference. .......ccovvrvenenenenennnnens 713.01, 713.04
Videotape SNOWING .......ovvveererieirineesese e 713.01
Whereheld.......cooviiiie e 713.01
Invention (See Patent; Rejection)
Brief SUMMAry ......ccccoevveivecieesece e 608.01(d)
Detailed description...........coccooevenenienieneeneeeene 608.01(g)
Made in thisS CoUNtrY ........cccoeveireneienereereee 2138.02
Mode of operation...........cceeeeeeveererievesieseseene 608.01(h)
Inventive entity, Different..........ccoceevevevevevcnnenn, 706.02(k)
...................................... 706.02(1) to 706.02(1)(3)
Inventive entity, Same(overlapping subject matter)........ 804
............................................. 804.03, 822, 822.01
Inventor (See also Applicant; Pro se applicant).............. 605
Common, at least one.........coeevvereenienns 201.03,201.11
....................................................... 706.02(k), 2137.01
Continuing application..........ccoccveeeereeeieeieneenn. 201.06(c)
Correction (See Correction of inventorship)
Deceased......cooverenenenieeneneeeens 409 to 409.01(f), 1820
Execution of oath/declaration by
legal representative .........ccoceveveereienene 605.04(a)
Government property rights statement ................... 151
Duty of disclosureby........cccccveeevennee. 2001.01, 2002.01
Foreign priority ......ccoeeveveevceeeesieseesiennens 201.13,2133.01
Full first or middle namerequired.................... 605.04(b)
HEITS .o 409.01(a), 409.01(d)
Initialsasagiven Name..........ccocoveeveneccnennnes 605.04(b)
INSANE.....eiiiiiiireee e 409, 409.02
International application........ 1812, 1817.01, 1817.01(a)
Legaly incapacitated..........cccoovervrvnercrinnnn 4009, 409.02
1Y 1o OSSP 409
Name change .......ccccoeveeninnennens 605.04(c), 719.02(b)
COrrection .....ccooeeeeereere e 201.03, 201.05
OFdEN ... 605.04(f)
PELITION. ......ciieeieeeece e 605.04(c)
Typographical, translation error ........... 201.03, 601.05

I-59

Sec. No.
None available.........c..cccovvvvvcvennen. 409, 409.03(b), 603
Pro0f.. .o 409.03(d)
Proof of irreparable damage............ccccceeuneee. 409.03(g)
Proof of proprietary interest...........ccocoeeennene. 409.03(f)
Order Of ..o 605.04(f)
ProSe e 707.07(j), 713.01
Refusesto Sign .....ceveveeeecvinceiee, 409, 409.03(d), 603
Execution of 0ath.........ccccceevveicinincee 605.04(b)
Representative of .........cccoeveevecenens Chapter 400, 1706
REQUIrEMENES......coviieiie e 2137.01
RESIAENCE ..o 605.02
RUIE 1.53(D).....cvieeeirieiienieeeeeee e 201.06(c)
RUIE 1.53(d).....ceveeeirieiieriniene e 201.06(d)
Self-prosecuted Case........cccovvveererienene 707.07(j), 713.01
Small entity StatuS .......eceeeeieeerere e 509.02
Unavailable........ccooovirniinncinncenne 409, 409.03, 603
At least onejoint inventor available.............. 409.03(a)
Last known address.........c.cccverenenenenenenne. 409.03(e)
Proof.....c..ooieieee e 409.03(d)
Proof of irreparable damage...........ccceeueeeeee. 409.03(g)
Proof of proprietary interest............ccoceveeeenee. 409.03(f)
Inventor’s certificate
Priority benefit ... 201.13(a), 202.04
Rejection based 0N ..o 706.02(e)
INventors ASSIStance CEnter .........oovveerrreerenmnrenenennas 1730
IPC (International Patent Classification) .................... 903.09
IPS (Interference Practice Specialist) ......ccccoeeereenene 2301.01
Irreparable damage, Proof of ... 409.03(g)
Issue (See Allowance and issue)
Issue batch number (no longer used) .........cccceeveneee. 1303.01
Issue Classification Form/Sheet/Slip (See also Form letters
and fOrmMs).......ccevevereneneeneeseee 903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
[SSUE BB 1306
After payment.......cccoccevevenievecese e 1306.03
Credit card payment ..........ccooeverenenienieeiereese e 1306
Deposit aCCOUNT.......coeereeieie e 1303, 1306
Falureto pay......ccocoereereneeneecrees 711.03(c), 1306
Interfering case, not applied.........cccccecveeeieeiennns 2305.04
Late PayMeNt......cccccevereeeseereeeeseese e 711.03(c)
Petition to accept latefee ... 711.03(c)
Reissue appliCation..........ccceereineneineneee e 1415
WhOo mMay fil€......cceirii e 1306
ISSUE Of PALENE......ceieeeeeeeeeeceeee e 1309
Deferred ... 1306.01
Request for simultaneous issuance............coe.e... 1306.02
Issue of patent t0 aSSIgNE........coeeereereeiieriere e 307
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Issuing in another TC without transfer--List of countries giving right of priority

Sec. No.
Issuing in another TC without transfer................... 903.07(b)
J
Jacket (See File wrapper/history)
Japanese year SySteM.........cccvveeeeieeveesieseesesee e 901.05(a)
JEPSON ClaIM ... 2129
Joinder, IMPIrOPEY ......ccceverereeere e 805
Joinder, generic or linking claim allowable............ 821.04(a)
Joinder, product claim alowable.........ccccccueunneee. 821.04(b)
Joinder of INVENLONS.......cceveveie e, 409.03())
Joint application, definition............ccoceeeieieieienenn, 201.02
Joint application, original 0ath..........c.cccceeeneiiinncnenenn 602
Joint inventor
O@EN e 602
Power of attorney to.........ccceeeveeeveeveeve e 402.01
Refusesto sign application.................. 409.03, 409.03(a)
Rights of NONSIgNING........cccvereeereieereeserns 409.03(i)
Joint inventors............ 201.02, 201.03, 605, 605.07, 2137.01
Changein order of names........ccccoceeeveeveeenen. 605.04(f)
COITECHION ...t 201.03
Provisional application ............cccceveneneienenennne 605.07
JOINE OWNEN'S ...t 301
Joint research agreement.........ccocvvevveveveceseeeceere s 302
Common OWNErShiP....ccveeeereeee e 706.02(k)
Double patenting rejection based on disqualified prior art
........................... 706.02(1)(3), 804, 804.02, 804.03
Evidence required for establishing................ 706.02(1)(2)
Prior art disqudification under 35 U.S.C. 103(c)
...................................................................... 706.02(1)(1)
...................................................................... 706.02()(2)
........................................ 706.02(1)(3), 2136.01, 2141.01
Statutory basis under 35 U.S.C. 103(C)........cvenee. 706.02
JOINt VENLUIE.......eeeeeseee e 706.02(1)(2)
Journal, Patent Office SOCIEty .......ccccvvevevevecerecnenne. 707.06
Judicial NOLICE ..o 2144.03
Judicial review
Ex parte reexamination proceedings...........ccccervenen. 1216
Patent appliCations.........ccceveverievesiene e 1216
Standards of review by the Federal Circuit......... 1216.01
Jurisdiction
Allowed application...........cccoceveeerinecnnene 714.16, 1305
Appealed application .........cccceceeveveseneseeeeceeens 1210
Application before Court ..........coovvrernieneresenienenns 1216
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Sec. No
INEEIErENCE ..o 2314
K
Kind COOES ..o 901.04(a)
Kinds of patent doCUMENtS.........ccccvvereeeereereerenesnnnens 1851
L
LACNES ...ttt 2190
Lack of unity of invention ... veneneniencnieene 823
Lack of ULty ...oceeevveieeiriceeeve 608.01(p), 706.03(a)
Language, Offensive.........ccoceevevevvnernnennn, 608, 1504.01(¢e)
Language Of PAPErS........cccveveveresie e sie e 608.01
Late payment of issUETEE.......cccoevereie e 711.03(c)
Law, new interpretation Of ..........ccocooviienienininices 1207
Laws, Patent (See Statutes)
Legal representative refusesto sign........cceceeeeeeee. 409.03(c)
Letter (See also Action; Form letters and forms; Letter,
Examiner’s)
Abandoned after allowance..........cccoeenennenienenn 711.05
Congressiona iNQUITY ........cccoereeereneenienieens 203.08(a)
Drawing transfer........ocoovvviv v 608.02(i)
Official INQUITY ...vecvveeeeeeceeececeere e 203.08(a)
SEALUS. ..ttt s 203.08
Letter, Examiner’s (See Examiner’s Letter)
Letters, receipt and handling..........cccceeevvvreenene Chapter 500
L etters of administration......409.01(b), 409.01(c), 409.01(e)
Letters testamentary.........cccoceveeeveeeseseseseeeenns 409.01(b)
Library, Scientific (See Scientific and Technical
Information Center (STIC))
Library SEerviCeS ...covvvvrese e s 901.06(a)
Libreville Agreement (See also Treaties) ........ccu..... 201.13
License agreements under patent..........ccoceevevereeeeieenenns 301
Recording Of ........ccooeieriniieeseeeee e 310, 313
License rights Clause.........ocoveevineeeniieneeeneees 310
Licenseto fileforeign application........... 115, 140, 706.03(s)
Licenseto fileinternational application................. 140, 1832
LICENSE., BCCESS.....cvereeierie ittt 106.01
Licensing and Review section ..........ccoceeeeeeieeeeenne 115, 120
............... 140, 150, 502, 502.01, 706.03(b), 706.03(s)
Linking claim...... 806.04, 806.05(c), 809, 809.03, 821.04(a)
Transitional application..........cccceeveveveeereriennn. 803.03(a)
Traverse of rgfection.........cocoveeeveeericeieeienene 818.03(d)
List of countries giving right of priority ..........ccccee.... 201.13



INDEX

List of decisions--Maintenance fees

Sec. No.
List of deCiSIONS......cccceeeeeerere e Appendix |1
List of prior art in reexamination ............ccccueue. 2257, 2657
Literature citation in specification...........c.cccceeeeeeee. 608.01(p)
Litigation information, Duty to disclose.............. 2001.06(c)
Litigation not stayed in reiSSue..........ccocevereriecriennn 1442.02
Litigation, reexamination copending
EX PAE et 2286
Inter partes......ccovvevvvvreeennene 2640, 2681, 2686, 2686.04
Litigation related reissue.............. 1404, 1442.01 to 1442.05
Litigation, StayS.......cccceevrverereennen. 1442.03, 1442.05, 2686.04
Living matter (See also Biotechnology)........ccccevvevuenenne 2105
Local representative of attorneys........ccoceeeeeeveeveceseennn, 408

Locarno international classification designation....903.09(a)

M

Machine, process or product ...........cceeeeerereeenen. 806.05(¢e)
..................................................... 806.05(f), 806.05(g)

Mail (See also Mail Stop and Correspondence)
AAArESS.....cciiicee s 501
Depositing Correspondence..........ccoeveereeneneeerienens 502
DistribDULION ....ceeeeceeeeeee e 501
EXPreSS....ccveeenerenn e 502, 513, 711.03(c)
[dentifiCation........coeerrreirreree e 502, 503
Receipt and handling .........cccceeriiiiienenne Chapter 500
Undelivered........coooveoinneiennecneene, 707.13, 1303.02
AT o wo o L= T 502
Mail date asfiling date.........cccoevvveeevenern e 513
Mail room date Stamp........cccceereeeeieerere e 608.02(0)
MaIT SEOP oo s 501
Mail Stop 8 (SoliCitor) .....ccceeveeerenennes 501, 1216, 1216.01
Mail SEOP 10 ..o 1232
Mail Stop 16 (Refunds).........ccceevveeivrenenierieneneenn. 509.03
Mail SIOP AF ..o 714.13
Mail Stop Assignment Recordation.............. 501, 302.08
Mail Stop CONVErSION........ccevveeeerieneeesieneeeens 601.01(c)
Mail S0P DD ... 1706
Mail Stop Document Services....... 103, 501, 1430, 1470
...................................... 2222, 2232, 2501, 2622, 2632
Mail StOP EBC.......ccoiurieiirieeririeeesie e 403
Mail Stop Ex Parte Reexam .................. 501, 2222, 2224
................................................................... 2226, 2231
Mail Stop Expedited Design........cccceevvvrerereenenn 1504.30
Mail Stop Express Abandonment ......... 1002.02(r), 1125
Mail Stop INTERFERENCE ..........cccoovvieieieeeene 501

Mail Stop Inter Partes Reexam ... 501, 2622, 2624, 2631
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Sec. No.

Mail Stop Issue Fee......ccoevveveeeennee. 502, 1306, 1306.02
Mail SIOP LER.....cveieieiireee s 120
Mail Stop M Correspondence...........cccoeeeeuenee 501, 2510
Mail Stop MPEP ... Foreword
Mail StOP OED......cccoverererreeeeeeeee e 402, 407
Mail Stop Patent Ext. ......... 501, 1002.02(b), 2754, 2754
Mail Stop PCT..... 501, 1805, 1808, 1821, 1823.02, 1865
Mail Stop Petitions........c.ccccceeeneee. 720, 1002.02(b), 1308
.......................................... 1901.03, 2580, 2590, 2720
Mail S0P PGPUB ........oooveeeeeeeeeeeeeeeeseeeeeeeseeeninnes 1126
Mail Stop PGPUB DRAWINGS.........cccoeevrerreerenns 507
Mail StOp REISSUE ......ccveeeeerieieese e 1410
Mail Stop Sequence..........ccvvveeereereeeneenes 2422.09, 2429
Mailing @CHION. ..o 707.12
In ex parte reexamination..........cccceeeeeeereresieseeseennns 2264
Ininter parte reexamination............cceeveeeveneseseennn, 2664

Mailing, Certificate of (See Certificate of mailing or
transmission (37 CFR 1.8))

Maintenance Fee Branch ..........cccocvevvenevceccenenennnnns 1501
Contact iNfOrMatioN...........covvrererereeeereseesseenenes 1730
Maintenance fees (See also Fee; Refunds) .................... 1730
............................................................... Chapter 2500
Attorney or agent
Handling of requests to withdraw ...........c.ccccue..... 2560
Revocation of power of attorney.................. 2501, 2560
Change of correspondence address................. 2501, 2542
Credit card used for payment of ............cc....... 2510, 2522
Due dates for payment..........ccoeeeeereeenenenesenenennene 2506
Duplicate Payment ..........cccovevrinenneneieseneeseeee 2532
Facsimile SubMiSSioN ..o 2510
Fee address........covveirenni e 2540
Fee amounts........cccoeevevieien e 2501, 2520
FOIMS ..o 2595
Information available from Maintenance Fee Branch
............................................................................. 1730
Information required with payment................ 2515, 2530
INSUFFICIENT .o 2531
Internet SUBMISSION ......cccccvvvvereceeeeee e 2510
Intervening rights in reinstated patents..................... 2591
LAt 2531
Mailing address for maintenance fee documents
..................................................................... 501, 2510
Mailing address for payments .........ccccveveereneecnienens 501
Maintenance Fee Branch..........c.cccvveveenncncneenenenes 2501
Method of payment ... 2522
Notices — Expiration, Receipt, Reminder ................. 2575
Obligation to pay whilereissue is pending.......... 1415.01

Rev. 3, August 2005



MANUAL OF PATENT EXAMINING PROCEDURE
Mandatory Classification--)

Sec. No.
OVEMPAYMENL......ceereeieeeeeieseeseeseee e seesree e e 2550
Patents subject to payment of ..........cccccoeeveveeenceenn. 2504
Payment informalities..........ccooviiieneninienineeee 2530
Petition t0 aCCept......cccorveererieierenieieene 2515, 2531, 2590
REEXAMINALION .....ccveeveeceeeeeeee e 2506
Refusal to accept and record payments,
REVIEW OF ..o 2580
Reinstatement, delayed payment ...........ccccoceceeenen. 2590
Unavoidable delay basis........ccccoovvevninccncnenn 2590
Unintentional delay basis.........ccccoevnineincnenn. 2590
Reissue patents............. 1415.01, 1443, 2504, 2506, 2520
Saturday, Sunday or Federal holiday, due on
................................................................... 2504, 2506
Small entity status requirements...........ccoeeeereeenne 2550
Special ACCEPLANCE.......ccvvevereceeere e 2530
StEUS FEQUESES ...t 1730, 2570
Mandatory Classification ..........ccccceveeveevenesiesesennenns 903.07
Manual, authority Of .........ccceieiiniiniieneeee foreword
Manual, subscription address..........ccoveeevereenenens title page
Manual of Classification ..........c.coevune. Introduction, 902.01
ManUSCIPt AECISION ......eeveeeiiriesieierie e 707.06
Margin, application PapErS.......cocccvereerereneseeesenans 608.01
Mark of applicant ..........ccocovererieneniereereeee 605.04(d)
Marking in application, erasing at allowance........... 1302.01
Marking, SECUNLY .......cocvveeeeeereere e 121
Markush claim..........c.cc..... 803.02, 2173.05(h), 2173.05(0)
Antedating reference for ..........cooveeieiennicnnine 715.03
Supporting disclosure.......... 608.01(p), 2163.05, 2164.03
Master classification file (MCF) ......cccocoveeviennnenn 902.03(a)
Material mistake by Officein published PG-Pub.......... 1130

Materiality of information regarding patentability (See Duty
of disclosure)

Mathematical algorithms...........ccccoeerenee 706.03(a), 2106
Matter not in original disclosure..........cccooeeeninee 608.04(a)
MEBANS......eciire e 2181
Broadest reasonable interpretation............coceevvvenee. 2181
Equivalent compared to Doctrine of
EQUIVAIENLS.......oeceieecetreee e 2186
ODVIOUSNESS. ......crvveiirereiresieesesre e 2183
Prima facie case of equivalence..................... 2183, 2184
Related issues under 35 U.S.C. 112, first
or second paragraphs..........cceeervereeereenenns 2181, 2185
Scope of the identification of prior art..................... 2182
Singlemeansclaim........cccccocvvevvvenne 2164.08(a), 2181
Means plus function limitations.................. 706.02(m), 2106
....................................... 2111.01, 2114, 2181 to 2186
Mechanical search..........ccoceveiiiininieeeeee 719.05
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Sec. No
Memorandum, Citation...........ccceevererereiereneseniens 707.06
Merger of ex parte reexamination and reissue............... 2285

Merger of inter partes reexamination and reissue....2686.03
Merits, Appeal to Board of Patent Appeals

and INterferenCes. ... vvvcerv e Introduction
Method of making and apparatus or product.......... 806.05(e)
...................................................................... 806.05(f)
Metric (S.1.) SyStem uSage........cocevveerverieerieneeereees 608.01
Microorganisms (See Biotechnology)
Microorganisms, deposit of .......... 1823.01, 2402 to 2411.05
Microorganisms, patentability of ..........c.ccccevvenenee. 706.03(a)
.............................................................. 2105, 2164.06
Militarily Critical Technology List (MCTL) ......ccccecvnee. 120
Military officer Notary .........cccocevevevennienennenieens 604.03(a)
MiINOE, INVENEOT ..o e 409
Misjoinder, Effect on patent ..........ccccceeeevvnienenenesceenene 805
Migjoinder of inventors........... 201.03, 1402, 1412.04, 1481
Mistake (See Correction of patent; Errors)
Mistake by Office in Pre-Grant Publication................... 1130
Mode, Best (See Best Mode)
Mode Of OpPEration .........ccoceeeeererieenere e 608.01(h)
MOGEL. ...t 608.03
MOdE], FELUM ..o 608.03(a)
Model @t iINtENVIEW........ccvveeeeerer e 713.08
Model filed in priority country .........cccceeeeveeveennene. 201.14(b)
Months, foreign language names............cccceeeeueee. 901.05(a)
Months, foreign language names............ccceceveeuene. 901.05(a)

Motions in interferences (See Interference: Motions)
Multiple dependent claims

Feecaculation .......cccceevveveeeeeveescieseenn, 607, 608.01(n)
Handling.......cccooveveveiesece e 608.01(n)
Restriction practiCe........coovveveierierienireeiene 608.01(n)
Multiple papers on same issuein protest............. 1901.07(a)
Multiplicity of ClaimsS........ccccveeniencienennnens 408, 707.07(g)
................................... 714.16, 2173.05(h), 2173.05(n)
Multiplicity of SpeCies......ccccevvvveecvcveeennn. 806.01, 808.01(a)
Munitions Lists of the International Traffic Arms
Regulation (ITAR) ..o 120
N
NAFTA et 715.07(c)
Name (See aso Applicant; Inventor)
Change .....cccceeveveeneneee e 605.04(c), 719.02(b)
(O0 141 o (o] o ST 201.03
OFAEN ... 605.04(f)



INDEX

Names used in trade--Nonprovisional application

Sec. No.

PELitioN......coeeececec e 605.04(c)

Trandation, typographical error ............cce.e.... 201.03
Change, file sent to Office of Initial Patent Examination
...................................................................... 605.04(c)

Full first or middle required...........cccvvreeennne. 605.04(b)

(O] 0 1= OSSR 605.04(f)

Signature (See Signature)

Uniformity with signature..........c.ccoceeee e 605.04(b)
Names used intrade.........cccoverecneneceneneeneee 608.01(v)
National Aeronautics and Space

Administration (NASA).....ccccveveeevereenene 115, 150, 151
National appliCation .........cccceeeeeeevieiesese e 201
National security, application affecting........... 115, 120, 121

....................................................................... 130, 140
National stage application (35 U.S.C. 371)....cccccceevenenen. 201
........................................................... 1893.03 to 1896
Compared with national application............cccueu.... 1896
Continuation or continuation-in-part ............cc.cc...... 1895
.............................................................. 1895.01, 1896

DIraWinNgS....cceeeeeierereseseseseesesseeseeseeneeseeseens 1893.03(f)

Filing date......ccooveveeereceeeceecec e 1893.03(b)

Information disclosure statement........ 609.03, 1893.03(g)

Inter partes reexamination of ...........c.ccoevvenieneenennn. 2611

Order of examination...........ccoeeeeeieveeeeeens 708, 1893.03

Petitionsrelated to .......ccovveveeerecieiereeins 1002.02(p)

PrOMTY o s 1893.03(c)

Unity of invention..........c.ceeeeeieienenenenee, 1893.03(d)
Naturally occurring article .........ccccooeveicieienennne 706.03(a)
Negative limitation.........ccccoevriereinieneienereee 2173.05(i)
Negotiation authority ..........cceeeveveerieeieecerere e 713.05
New application (definition) ........ccccoveievereniereenenens 203.01

Assignment to examiner for examination......... 903.08(b)

Assignment to examiner in TC for examination

........................................ 903.08, 903.08(a), 903.08(e)

Classification by primary examiner .................. 903.08(b)

Examiner review for completeness...........ccoceveerienene 702

INSPECTION. ...t 903.08(a)

TrANSFEN . 903.08(a)

Transfer refused.......cccoevevevevine e 903.08(d)
New examiner, action bY........ccccccvvvveevevenesieveseseen 707.01
New ground of rejection by the Board of Patent Appeals

and INtErfEreNCES........covrereeeeiee e 1214.01

Ininter partesreexamination.............c.cceueuee. 2681, 2682

New ground of rejection in inter partes reexamination
........................................................................ 2671.01

New ground of regjection on apped .........cccccceeveveneen 1207.03

NEW MELLES .....eoviiiceieiree e 706.03(0), 2163.06
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Sec. No.

Amendment of disclosure........ 608.04, 2163.03, 2163.04
Claim...coceeeceees 608.04, 706.03(0), 2163.03
Appealable.........coviicii 608.04(c)
Claim terminology ........ccccveeeririeienenieeneneenes 608.01(0)
Continued prosecution application (CPA)........ 201.06(d)
Continuing application ..........cccceeevecvennns 201.07, 2163.03
Design application..........ccccocerererienene 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
DiSCIOSUIE......cccveeietieeeeeee e 608.04, 2163.06
Divisional application ..........ccoeevereerienecneneenens 201.06
Drawing.....cccoovvvvereeeeieereseseseseeneens 608.04, 706.03(0)
Inherent characteristics........c.c..... 608.04(a), 2163.07(a)
ObJECION ... 706.03(0), 2163.07
Petitionable.........ccccovreierinnienicniens 608.04(c), 2163.06
Preliminary amendment .................. 608.04(b), 714.01(e)
PrIOMLY v 2163.03, 2163.05
Reexamination, inter partes................. 2671.01, 2671.02
Reissue application..........ccceereeenereeseneeeseene 1411.02
REECHON ... 608.04, 706.03(0), 2163.06
Specification, petitionable..........c.cccecevevereenen, 608.04(c)
Substitute specification ...........ccoceeeverereneene. 608.01(q)
Trademark definition..........ccccceeeveiiiincnenne 608.01(v)
When entered ..., 714.19, 714.20

NIRC (See Notice of Intent to Issue Ex Parte
Reexamination Certificate; Notice of Intent to Issue Inter
Partes Reexamination Certificate)

Nonanalogous art...........ccceeee. 904.01(c), 1302.14, 2131.05
Design applications..........ccccceeeveereenene 1504.02, 1504.03
Nonelected invention
Claimsto
Aded.....cooei e 821.03
Canceled........oeovveveiiiree e 821.01, 821.02
Eligible for rgoinder ... 821
Withdrawn.........ccceevvveencececeecee 821.01, 821.02
INtErfEreNCe ..o 2303.01
Nonelected species
Claimsto
Canceled........oevveveeiiesee e 821.01, 821.02
Eligible for rgoinder........ccooveevevevvrcevcsece e 821
Withdrawn.........ccceeveneeninerncsee 821.01, 821.02
Non-English oath or declaration.............ccccvevvevieiiennne 602.06

Nonnaturally occurring manufacture or composition of

IMNBEEEY . 2105
Nonpatent [Iterature.........covvvvereeeereerere e 901.06
Nonprofit organization, claiming status as................. 509.03
Nonprofit organizations...........cccceveeeeeeeieeviesesesennens 509.02
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Nonprovisiona application--Oath

Sec. No.

Nonprovisiona application (See also Application)
...................................................... 201.04(a), 506, 601
Nonpublication request, Application............ccccceeeevuenens 1122

Nonpublication Request Under 35 USC 122(b)(2)(B)(i),
form PTO/SB/35

CItEA e 1121, 1122
REPrOdUCEd.......coeveeiecececec e 1135
Nonreceipt of Office letter ... 711.03(c)
Nonsigning inventor Srights.........ceeeveeneneenens 409.03(i)
Nonstatutory claim........cccoeeveneeenennne, 706.03(a), 2107.01
Nonstatutory claim, canceled.........cccccvveveriennne 1302.04(b)
Nonstatutory subject Matter .........cccccevveeevenierieenens 706.03(a)
................................................... 2105 to 2107.01
Not fully responsive amendment................. 714.02, 2266.01
.............................................................. 2666.30, 2671
Notary jurisdiCtion ..........ccocevieveverieeeeesere e 604.02
Notary jurisdiction, military officer ..........cc.ceeneee 604.03(a)
Notary jurisdiction, venue agreement .............cccceeee. 604.02
NOLAIY Sl ..o 604.01
Notation of possible interference..........cccccevvvneee. 2301.01(b)
Notation on file wrapper/history
Foreign application .........cccoeveeveieseneeeseeseee 202.03
Parent application .........c.ccoceeeeeneieienennn, 201.11, 202.02
NOLICE, CItAION ... 707.06
Notice of alowability..........ccccvevrierceeceiererececee, 1302.03

Notice of allowance (See aso Allowance and issue; Form
letters and forms: Notice of Allowance and Issue Fee Due

PTOL-85) ..ot 1303
Assigned appliCation ..........ccoccoeeerennenerneneeseee 308
Deceased INVENTOT .........coeereeeinee e 1303.03
Reissue application .........cccvevveveceieneese e 1444
Secrecy order application..........cceceeeieeieninene 115, 130
UNdeliVEred........coooveieeeceeeeeeeeereee e 1303.02

Notice of aPPEEl .......coeerirciree e 1204
EX parte reexamination...........cccceveieveeeeeeseeseenennns 2273
Inter partes reexamination................... 2662, 2667, 2674

Notice of crossappeal ..........ccoevruenene. 2662, 2674, 2674.01

Notice of Ex Parte Reexamination Certificate |ssuancein

the Official Gazette..........ccoveevineivinnereree e 2291

Notice of Ex Parte Request for Reexamination in the

Official Gazette .......ccvvveveeeveeeece e 2227

Notice of foreign filing after nonpublication request .... 1124
Notice of informal patent application
form (PTO-152).....cccccvieeieeeieresese e s eneenens 707.07(a)
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Sec. No.

Notice of Intent to Issue Ex Parte Reexamination Certificate
(NIRC) PTOL-469........ccooveereirreieesirieesesienes 2235, 2250
.................................. 2250.01, 2271, 2271.01
.................................. 2273, 2287, 2288, 2296

Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068.............. 2666.10, 2666.20
.................................. 2671, 2671.01, 2673.01
............................. 2674, 2675, 2682, 2686.01
...................................................... 2687, 2696
Notice of Intent to Publish Statutory Invention Registration,

Notice of Inter Partes Reexamination Certificate | ssuance
inthe Official Gazette.........cccccevvevcveeeveeceeennen. 2688, 2691

Notice of Inter Partes Request for Reexamination in the
Official Gazette......oooveeeiceiieeceeceeeeeereeiens 2627, 2629

Notice of New or Revised Pre-Grant Publication.......... 1127

Notice of Pre-Grant Publication ..........ccccceeevevvnininnnnns 1127
Notice of references cited form (PTO-892)..609.02, 609.03,
................ 609.04(a), 609.05(a), 609.05(c), 609.06, 707.05
............................... 707.05(a) to 707.05(€), 2687
Notices (See aso Publication)............... Introduction, 707.06
Notices, maintenanCefees ......ovvvveveevcreeccee e 2575
Nuclear material application.............cceeveeveverreennnne. 706.03(b)
Nucleotide sequences (See aso Biotechnology; Sequence
[011= ) RN 803.04, 1823.02, 1848
........................................... 1850, 1877, Chapter 2400
Publication on web for PG-Pubs...........cccccooeiennnn. 1121
Restriction practice.........cccevvvvereeene 803.04, 1850, 2434
Nullification of double patenting rgjection................. 804.01
Number, AppliCation .........ccocererierieeie e 503, 506
Number, Drawing reference character ................... 608.01(0)
NUmMbeEr, Serial.......cccoveveeiiieiseeee e 503, 506
Numbering of papersin file wrapper.........cc......... 719.01(a)
Numbering paragraphs of letter ...........cevvevvevvennne. 707.07(k)

Oath (See also Declaration)
After appeal ... 1212.02
Antedating patent for interference
(RUI€ 1.608)....c.covevenireiieeriirieesieeane 2308 to 2308.02
Antedating reference (See Affidavit, swearing back of
reference (37 CFR 1.131))



INDEX
Oath, Antedating reference--Obviousness

Sec. No. Sec. No.
Inspection during interference (Rules 1.131, Oath, Supplemental, Rule 1.67 ..........ccccveveerereceeeenne 603
aNd 1.608(D) ...cvvvveeeeerieieierierieie e 2312 After allowance........coeevvevniiennenen, 603.01, 714.16
MiINOT, BY ..o 409 Change of inventorship ..........ccceevereeenenecesenens 201.03
NON-ENglish......ccooiiiie 602.06 Oaths, CONFlICHING......ccveereireiriieere e 201.03
Original (See aso Oath, Origina, Rule 1.63)............ 602 Object Of INVENLION .......ccevirieiriicreeeees 608.01(d)
Plant application (Rule 1.162) ........c..cccevvvrveereenns 1604 Objection contrasted with rgjection.........c.cccceeveeenee. 706.01
Reissue (Rule 1.175)......c.coeueunnee. 706.03(x), 1414, 1444 Objection, Dependent claims.........cc.ccocecvvvrieeennnne. 608.01(n)
Supplemental ... 1414.01 Objection to forma matters, When made.............. 707.07(a)
Supplemental ..........ccooeevveveievieeseeee 602.02,603 707.07(j), 710.02(b), 714.14
Supplemental and allowance............cccoceveevrriennene. 603.01 Obvious error, COrrection..........ceeeeveeveeeeveeenen. 1302.04, 1305
Traversing rejection (Rule 1.132) .........cocevevcninnnen, 716 Obvioudly informal application............cccccecuevecuenneee. 702.01
Oath, Antedating reference (See also Affidavit, swearing ObViOUSNESS.........ooocvenennen. 706.02, 706.02(j), 2141 to 2146
back of reference (37 CFR 1.131)) ...covvnivnniniiniinns 715 AQE Of FEfEIENCE. ..o 2145
Oath, International application............ccccocereeuennen. 1893.01(e) Analogous prior at................. 1504.03, 2141.01(a), 2145
Oath, Original, RUIE 1.63.........cccoevrrreeeeeeereerere e 602 Design appliCations.............oov.eveeveneeeereeseiesneenn. 1504.03
Administeri 1 604 Form par@raphs used for rej eCtioN..ovueveii, 70602(m)
AMENAMENT......cci e 602.01 NUMbEr Of TEfFEIENCES ..o 2145
Attorney adminiSters.........ocoverereerieeneeneese e 604.06 Ordinary sKill, 16VEl Of .o.oooeveeeeeeeeeeeeeeeesseseenons 2141.03
Consfula.r certifi(?ate. ............................................... 604.04 Prima facie Case ... 2142 to 2143.03, 2144.02
Con.tl nu ng APNCAION..cnvvnrisnrsens 201.06(c) Predictability .......cccccoeveieieeceeec e 2143.02
Copies, filing Qf ......................................................... 602 REDULE BGANSL ..o 2145
Date Of EXECULION.......ccveruereeieieieeeree e 602.05 . .
Declarationinlieu of, Rule 1.68.........c.c.ccoeeeveeennennee. 602 Procgsg cla m§, ngnobwous PrOAUCE oo 2116.01
Defective.. 602.01, 602.02, 602.03 Provisional rg/ection............ccoceeeeeveeiiescsesnnnns 706.02(k)
Delayaj fili NI cvvoeeeee e eeee e eeees e see s 506 Ranges ................................................................. 2144.05
Divisional appliCation................coveeeveeecrrereeerenns 602.05(a) Rationale for.........ccoovevnenninccnee 2144 t0 2144.09
Executed before alteration of Spec|f|cat|0n _______ 60504(a) Adj ustabl e, maki NG .o 2144.04
EXECULION ... 604 Aesthetic design changes.............c.coocvinneen. 2144.04
FaCSMIle....oeciiicee e 602 Automating manual activity..........ccceveeerenenne, 2144.04
FOreign eXeCUtion .........cccoeeerneeeneeeereneeseenenens 602.04 Duplication Of Parts........c.coereverreeeneneierennnns 2144.04
Foreign-filed applications listed .......... 201.14, 201.14(c) Elimination of element o Step..............ccoveen..n.. 2144.04
.................................................................. 202.04 Equivalence, art-recognized............................2144.06
Invalid, By atOMeY IN CaSe .o..ovvvvsvesvvrcve 604.06 GENUS-SPECIES v 2144.08
Jurisdictign OF NOLEY wovvseversnnisssnnes 604.02, 604.03(a) Integral, making ........c.cccveveeninnininecnene 2144.04
E:t’;rryeq”' e e JUS, 01605(2)3,(?; ggj'gi Omission of element oF Ste.........vvvvvvvereereeeeee 2144.04
............................................ 604.02, 604.03(a), 604.06 POMEDIS, MEKING v 2144.04
Notary CertifiCate.........ccovorrmrmnrerireerereeereeee 602.01 Pro-poruon CRBNGES....osovsvvsosvesos s 2144.04
NOtary jUriSdiCtion ...ooroeeeerreeeoe. 604.02, 604.03() Purifying old product ...........ccceceevveeecieeneenne, 2144.04
Refersto prelimi nary amendment............. 601.01(&), 602 RANGES.....cceieiieieeee e 2144.05
SEAl oo 604.01 Rearrangement of Parts..............ccoovuiinniinenes 2144.04
Seal, Foreign application ............cccoovveverernenn 602.04(a) Reversal of parts......cocvevervinenncneseese 2144.04
Seal, Not required..........cccovveveernenne. 604.01, 604.03(a) Separable, Making..........cccoveiineicnccee 2144.04
Signed before alteration of specification .......... 605.04(a) Sequence, changein.......cccccvvveveecececece, 2144.04
SUDSLTULE ... 602.02 ShapPe ChaNGES........cvevveveeeeeeeeeees s reeresnes 2144.04
VENUE......ccoiiiiiiii e 604.02 SIZ€ ChANGES. ... 2144.04
SPECIES-JENUS......veeeeereeeeiesie e etesiesreeeeeeneeseens 2144.08
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Offenlegungsshriften--Official Gazette (O.G.)

Sec. No.
Rebuttal arguments by applicant...........ccoceeveeeeenen. 2145
Teaching away inprior art.........ccccceeveeene. 2141.02, 2145
Offenlegungsshriften..........ccoeoieveinenceneneee 901.05(b)
Offensive language.........cccveeveeeeeieereeseerennen, 608, 1504.01(e)
Redacted in Pre-Grant Publication............c.cccceeeeee. 1120
Offensive subject matter .........ccccvevvvrenene 1003, 1504.01(e)
Offer to sell .oveeevviicee 706.02(c), 2133.03(b)
Offer to surrender original patent (not required)........... 1416
Office action (See Action)
Office action in ex parte reexamination.............. 2260, 2262
Office action ininter partes reexamination......... 2660, 2671
NoOt CloSiNg ProSECUtiON ......cc.eeveeeriereenie e 2671.01
Reopening prosecution after ACP ............ 2673, 2673.01
Reopening prosecution after Examiner’'s Answer
............................................................................. 2679
Reopening prosecution after RAN................. 2676, 2677
Office date stamp .......c.ccevevene. 505, 506, 710.01(a), 714.18
OFffiCE NOUIS.....ceiece s 510
Office of the Commissioner for Patents.........c.ccoceevvvevennnnes
................................... 400.03, 1721, 1901.03, 1902.01
Duty of disClOSUre t0........coceeeereeee e 2001.03
Office of the Deputy Assistant
Commissioner for Patents..........cccvvveverenncnnennns 1721
Office of Congressional Relations............ccccueeee.. 203.08(a)
Office of Electronic Information Products.. Title Page, 1730
Office of Enrollment and Discipline....... 406, 407, 410, 502
.................................... 510, 601.03, 604.06, 714.01(a)
.............................. 714.13, 1002.02(k)(1), 1002.02(m)
......................................................... 2205, 2220, 2620
Mailing address.........cccocevievenienesese e 501
Office of General Law ........ccocoeeeverenenccenenne 1002.02(k)(2)
Office of Initial Patent Examination (OIPE)(See also
Incoming-Mail Section) ....... 201.03, 201.06(c), 201.06(d)
......................... 202.02, 202.03, 203.08, 501, 502, 503
........................ 506, 508.03, 601, 601.01(d), 601.01(f)
.................. 601.01(g), 601.01(h), 602.05(a), 605.04(c)
............... 605.04(f), 605.04(g), 607, 608.01, 608.02(a)
...................... 608.02(2), 609.07, 707.07(a), 714.16(d)
...................... 719.01(b), 719.02, 719.02(b), 903.08(a)
......................................................... 1306, 1414, 1706
Contact information..........ccocveeevvriennseesesee e 1730
Customer Service Center ........cocvvvvvveenereeeeseeeens 1730
Petitions handled..........cccooeeveninecieeiecens 1002.02(q)
Office of International Relations............... 201.13, 203.08(a)
Office of Patent Classification.............. 903, 903.05, 903.09
Rev. 3, August 2005
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Sec. No.

Office of Patent Legal Administration (OPLA) (See aso
Central Reexamination Unit (CRU)) ............... 103, 409.03
.................. 409.03(h), 409.03(j), 506.02, 706.02(1)(2)
........................................ 720, 720.01, 720.03, 720.04
................................. 1002.02(b), 1430, 1449, 1449.01
.......................... 1451, 1456, 1457, 2236, 2237, 2239,
......................................................... 2285, 2289, 2294
................................ 2626, 2642, 2666.50, 2667, 2668
................................................. 2686.01 to 2687, 2694

Office of Patent Publications (a.k.a. Publishing Division)
................................................. 104, 201.14(c), 203.04
...................... 502, 502.01, 508.03, 603.01, 608.01(m)
.......................... 608.02(z), 711.01, 711.05, 714.16(d)
........................... 724.05, 903.07, 1302.05, 1302.05(a)
............ 1302.12, 1303.01, 1308, 1309, 1309.02, 1611
.. 2229, 2235, 2283, 2287, 2289, 2635, 2686.01, 2687
Petitionsdecided ..........ccocevvevnevecne i 1002.02(r)
Pre-Grant Publications Division.......... 502, 502.01, 1120

Telephone NUMbET ..., 1730
Office of Patent Quality Review................ 1302.04, 1308.03
Office of Patent Training.........cc.ccoeeevenene Title page, 713.01
Office of PCT Legal Administration..................... 103, 1730
Office of Petitions...........ccc.e...... 106, 201.03, 502, 605.04(c)

..... 605.04(f), 605.04(g), 609.04(b), 1002.02(b), 1308
Location and phone nUMbEr ..........cccvceeeereencienenn. 1730
Office of Public RECOrdS.........coooerinenenireeee e
...................................... 103, 104, 711.04, 1128, 1309, 1730
Office of Solicitor........ccccvvveveenee. 302.04, 311, 1002.02(k)(3)
................................ 1216.01, 1216.02, 1701.01, 1720
............................................... 1721, 2207, 2240, 2681
Mailing address........cccooeieiereneeie e 501
Office of the Deputy Commissioner for Patent
Examination Policy.......c.ccocoeevnerene. 502.03, 720, 720.01
............................................ 720.03, 1002.02(b), 1721
............................................... 2307.04, 2307.05, 2677
Petitionsdecided by ........ccccoovveevviineciniiniennn, 1002.02(b)
Official aCtiON......ccveieeeee e 707
Official Gazette (O.G.) ............... Introduction, 409.03, 1703
Claim published .........ccceoeveveniriecerececeereee 1302.09

Reissue application.........ccocveeveceneeieciiesesese s 1455

From ex parte reexamination certificate............... 2287

Frominter partes reexamination certificate.......... 2691

Copies and SUBbSCIIPtioNS........ccceveeeieeeerereere e 1703
Defensive publications...........ccccvveeveeeeieeinennns 711.06(a)
Designating classification ..........ccccocvevveveneiennens 1302.09
Drawing figure.......ccooeeerenene e 1302.09



INDEX

Official inquiries--Ordering

Sec. No.
EOGIP ..t 1703
Issuing as U.S. patent.........cccceeveeveevereeniesesiesennens 901.05
Notice of Board title changes.............ccocvonieninnenen. 1202

Notice of ex parte reexamination certificate.. 2288, 2291
Notice of inter partes reexamination certificate

................................................................... 2688, 2691
Notice of Certificate of Correction................. 1480, 1485
NOLICES ..ttt e 1703
Notices of maintenance feesdue.................... 2501, 2575
Notice of ex parte reexamination request ................ 2229
Notice of inter partes reexamination request

...................................................... 2627, 2629 to 2631
ONlINE ..ot 1703
PatentS.......ceeieeceece e 1703
Published electronically .........ccocoevvivvieiercenecieeenn, 1703
Publishing disClaimers........ccccocevevienesenesceceeeenen 1490
Reissue application filing notice.................... 1430, 1441

....................... 1441.01, 1443, 1453, 1457, 1470, 1703
Statutory Invention Registration (SIR) .........cccceeu.e. 1111
TrademarkS.......cooverereneee e 1703

Official INQUITIES ......coeeeeieviece e 203.08(a)
Official NOLICE.....ccvveeeierieece e 2144.03

OIPE (See Office of Initial Patent Examination (Ol PE))
“Old art” use in deciding request for reexamination

.......................................................................... 2242, 2642
Old combination..........cocurveerineirese s 2173.05())
Omissioninreply, inadvertent ...........ccocevveieniene. 710.02(c)

......................................................... 2266.01, 2666.30
Omnibusclaim ..o 706.03(d), 2173.05(r)
Cancellation.......cccceceecevevcern e 1302.04(b)
On-line search (See a so Electronic databases)
................................... 706.02(e), 901.06(a), 902.03(¢e)
On sale (See also Public USE) ......cccccveveverenieencnnn 706.02(c)
..................................................... 2133.03, 2133.03(b)
Affidavit or declaration..........ccoceveeevenricnenenennen. 715.10
Anticipation rglection ..........ccoceevevereneseenenn, 2133.03(b)
BUYET oottt 2133.03(b)
Commercial activities........c.ceenene.. 2133.03, 2133.03(¢c)
.................................... 2133.03(e), 2133.03(e)(1)
Completion of theinvention............ 2133.03, 2133.03(b)
............ 2133.03(c), 2133.03(e)(1), 2133.03(e)(3)
Admission of completion by 37 CFR 1.131
affidaVit....cccceeeerecece e 2133.03(c)
Definition of ......ccooeeeve e 2133.03(b)
Conditional sale.........ccooeieiineninieieee 2133.03(b)
NONProfit SAle......ccoveericreee e 2133.03(b)
Sale of FightS.....ccevevieece e 2133.03(b)
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Sec. No.
SiNglesale.....covvvieceeceee 2133.03(b)
Delivery of offered goods.........cccceeeverrennene. 2133.03(b)
Device embodying proCess.........ccovereeervenenne 2111.03(c)
Evidence of (prior art publications)................ 2133.03(b)
Experimental use (See also Experimental use)
..................................................... 2133.03, 2133.03(e)
Goods“onhand” .........ccoevvevenenieeierereneieens 2133.03(b)
“INthiS COUNLIY” ..o 2133.03(d)
INVENTION ..o 2133.03(c)
Intent to sell....cvevevveieieienn, 2133.03(b), 2133.03(e)(2)
Offer for Sale....oovivireeeeeee e 2133.03(b)
Policy considerations...........ccocvvvvvveseeseesensenenns 2133.03
“Ready for patenting”........cccceevveveeveevenesiennens 2111.03(c)
Reduction to practice................... 2133.03(c), 2133.03(e)
Sale by inventor or associate..........cccceeeeennen. 2133.03(b)
Sale by third party ........cccoceveveveneieneinieneens 2133.03(b)
Testing by third party .......ccccceveeveveeienene 2133.03(e)(5)
....................................................... 2133.03(e)(7)
Sale Of aProCeSS.......ccoveeerererieieiereresie e 2133.03(c)
Sale of “HghtS ..o 2133.03(b)
SECTECY vttt 2133.03, 2133.03(b)
Supervision and control over invention......2133.03(e)(5)
............................................................... 2133.03(e)(7)
Test for determining if impermissible sale occurred
................................................................... 2133.03(b)
Operating hours (See Hours of operation)
(007 1= )Y/ S 2164.07, 2164.08(b)
Operative eXample........ccooceveeeriecieerenese e 608.01(p)
Operative, SNOWING ......ccoevererereneneeeeee e 608.03, 716
Opposition to issue of patent (See Protest)
Ora hearing in reexamination
EX Parte....cceeeeeeeeee e 2276
INter ParteS......coovveeeeereeenereneens 2662, 2675, 2677, 2680
Open to PUBIIC. .....ciueieeieee e 2680
Oral hearing on appeal..........ccooveevineenineereeeseees 1209
Order, Citation Of .......cccoveeivineriee e 707.06
Order, ClassifiCation.........ccoceevinerenienenesese s 902.04
Order granting ex parte reexamination.............cc.cevueneae 2246
Order granting inter partes reexamination .......... 2646, 2660
Returned asundelivered.........ccocovvveeveienenennnnnn, 2654
Order of examination...........cccceceruenee. 707.02, 708 to 708.03
Patentability report.........cccoveeeeieveieseneiesenens 705.01(b)
Order of papersin file wrapper..........ccoceeeeeeenenne 719.01(a)
Order for complianCe..........ccoeeeeererenereneneeeee e 1210.01
Ordering
Abandoned file......cccccovvvivvivniiveciens 711.04(b), 905.03
Allowed applications............ccoeevierieienenneseenns 1306.03
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Orders--Patent
Sec. No. Sec. No

Foreign patent ........ceeveeeeveerere s 901.05(c) Application 10Cation...........ceceeverevenenese s 2635

Patented file.....cccccvvvevecieeccee 711.04(b), 905.03 Application records and reports.........cccoceeeevereiennns 1704

PUDIICALION ... 901.06(b) ApPPlIication StALUS........coceieieirereeeeee e 102

Reexamination, decision Examiner Docket, Time, and Activity Reports........ 1705

EXparte....ccinineeeeeee 2246, 2247, 2247.01 “Flag” in reissue application ..........cccoeevereercnnne 1456
INtEr PANES ....eeeeeeeecece e 2646 Paper Correlating OffiCe......ccoeverivvenieve e 508.03

SUBCIBSS ISt . 902.03(c) Paper, easily erasable........... 608.01, 714.05, 714.07, 714.19
Orders (See aso Publication)................ Introduction, 707.06 Paper NUMDEY ........cccoiiii e 714.18, 714.21
Ordinary and customary meaning of claim term Paper number of print..........cccooveeniveinieneeenene 719.01(b)

.............................................................. 2106, 2111.01 Paper size (See also A4 size paper)

EVIdence of ..o 2111.01 Application PAPErS ......ccceveerererere e 608.01
Original application (See Nonprovisional application) DIaWiNgS...ccieeierie et see e st e e e 608.02
Origina carriestitle to some continuing applications 201.12 Photographs.......c.cceeeeeeienenese e 608.02
Original disclosure, inherent characteristics..........ccovevvennee. SubStitUte drawWings........coeveeereeneeerieneeseeeees 608.02(h)

..................................................... 608.04(a), 714.01(e) Papers (See also Return of Papers)
Ornamentality lacking in design applications......1504.01(c) Delivered to wrong Technology Center ................ 508.01
Outstanding requiremMents ..........ccoceeveeveresieveeseene 707.07(e) D= oJ0 = | 1] oo P 502
Overcoming areference, Right of priority ................. 201.15 DiStriDULION ... 508
...................................................................... 706.02(b) Filewrapper ......ccooeevienninenneneenen. 719,01, 719.01(a)
Overlapping applications ldentification .......cccveeeveerere e 502, 503
Same applicant.........ccoeevreceeiennn 709.01, 715.01(a), 804 Receipt and handling.........ccccooevvineiriinnnne, Chapter 500
....................................... 804.02, 822, 822.01, 2315.01 Received after patenting or abandonment.............508.02
Same asSigNEL.......ccooereereerieriennens 706.02(f)(2), 706.02(K) Signature requIred ..........cceceeeeeeeieneneeceee e 402
................................. 706.02(1) to 706.02(1)(3), 709.01 Submitted in reissue litigation.............ccccoeeeeneeee.... 1404
..................................... 715.01(b), 822, 2315.01, 2302 UnNmatChed .........ccccveevneeinnereneeeseseenennenennn. 508.03
Subject to joint research agreement ..........cccccceveeevecnennn, Parent application ..........ccccveveevineeneeesee e 201.04
.......................................... 706.02(1)(1) to 706.02(1)(3) Parent application data, Cross-noting.............cc.c......... 20111
........................ 804, 804.02, 804.03, 2136.01, 2141.01 ettt et st e neesesnesesssneenenes. 202.02
Overlapping Claims ........cccovireerinereeees 804.02 Parent application carries assignment
Oversight of inter partes reexamination .............ccce.e... 2689 to some continuing applications...........cccceveverenens 201.12
Oowner’ s representative........ooeeveereerenecesieenes Chapter 400 Parent application review ...........cccoeeeenenne 707.05, 719.05
Ownership and assignment........... Chapter 300, 706.02(1)(2) s 904, 2001.06(b)
.................................................................. 706.02(1)(3) Paris Convention (See also Tredties)..............201.13, App. P
Ownership at timeinvention made.............ccccue..... 706.02(k) Article 4 Cited......covvrecniece 201.13, 201.14(b)
.............................................. 706.02(1) to 706.02(1)(3) Partial signatory authority .........ccccceeeevievevrinreresennnn... 1005
Ownership of applications filed subsequent to recording of Patent
E= IS [0 01007 0| SRR 201.12, 306 1836 (PreSent) SEES.....covrerererere e seeee e 901.04
ALl SEMES e 901.04
= Allowance and iSSUE........ccceeeeeeeeriereenienn, Chapter 1300
Application publication............cc.coevvvrnnens 1120to 1135
P.O. Box (See Mail stop) Arrz_angement in Examiner’s Search Files.............. 901.07
PAIR ... 102, 104, 203.08, 1121, 1128, 1730, 2232, 2632 Assgnmmt ................. e e 301
PALM oo 101, 102, 508.01, 508.03, 711.04(b) Borrowing from Examiner's Search Files............ 901.08
........................ 1845.02, 1893, 1893.03(a), 1893.03(b) C!tat!on handllng1920
_________________________________ 1895.01, 2232, 2233, 2235, 2237 Cltgtlon of prior art |n1920 2202
....................... 2289, 2629, 2632, 2633, 2635, 2647.02 Claim copied (See Claim presented corresponding to
............................ 2648, 2660, 2664, 2670, 2687, 2689 claim of patent)
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Patent and Trademark Assignment System--Patent classification

Sec. No.
Classification change........ccoceevvereeverercnvrsesnn, 903.05
Classification indices.........c.ccoceeeruenene 902.03, 902.03(a)
Classification Home Page on the Internet......... 902.03(a)
Classification Home Page on the USPTO Intranet
...................................................................... 902.03(b)
Classification Insight on USPTO LAN............. 902.03(c)
Copy in ex parte reexamination request .................. 2219
Double column format............cceeeeeeeieeiienenne 2214, 2219
Copy ininter partes reexamination request............. 2619
Double column format..........ccocoveveieveienienieeienene 2614
(07070) Y ©] (0 (= £ 1730
Correction Of ......ccovevvevevevecece e Chapter 1400
Definition......cccooerenene e Introduction, 2135.01
DESION ..o Chapter 1500
DESION SENIES..c.veiiriese et see e s nnens 901.04
Design vs. ULty .o.eccvevececececececeecee e 1502.01
Effective date................ 706.02(a), 715, 715.01, 2133.01
Extension (See Term, Patent)
File reConStruCtion ..........cocveeeeeieecenesesesesesens 508.04
FIES et 905.03
Foreign (See Foreign patent)
General Information About, booklet.............ccceneee. 703
[SSUB....eiteee et Chapter 1300
Issue Notification form..........ccocovvvvvivnieinnennnne 1306.03
10 L= G 902.03(b)
Interference.......ooviineneeeeeiee 2306 to 2308.02
INVENEOrSNIP ... 2137.01
JUNSICHON. ...t 1305
Law, Opinions NOt QiVEN........cccoereerereeesie e 713.02
Laws (See Statutes)
[ Lo 01 oo TR 301
Litigation relating to reissue ........ccceveeveeneeseeenne 1442.04
Ordering SOft COPY ....c.vevereeereerieerierieeee e 905.02
owner, appeal DY ..o 1204
Owner, service of Citation ON.........cccccvvveecrinieienns 2208
Owner’s addressin reexamination................. 2222, 2622
L0110 6 g 1T o TP 301
Plant SEries.....cooveeeveceeeeee e 901.04, Chapter 1600
Post-issuance information updating...........ccceevereenne. 2501
Prior art Citation iN.......ccccoeevereiereecreeceeee 2003.01
Printing Priority ......cccoceeeeieveiesieneese e 1309
Publication of application.............c.ccceuennee. 1120to 1135
Reconstruction of file.........ccoceeeieveneneirneiene 508.04
Reference (See Reference)
REISSUE SENES.....oeceeieeee e 901.04
Reissued, effect Of........ccvevviveicerece e 1460

I -69

Sec. No.
Right to exclude others.........ccccvvvevrnenee. 509.02, 1111
................................................................... 1601, 2162
Rules (See Rules, Patent (Code of Federal Regulations))
SIMUItaNEOUS ISSUE.......ceeeieiiie e 1306.02
Statutory subject matter.................. 706.03(a), 2107,1601
Surrender of original in reissue (not required) ......... 1416
Statutes (See Statutes)
System, Constitutional basisfor................... Introduction
Term adjustment.........ccveveeverecnenecnne 2710to 2736
Terms (See Term, Patent)
TrANSFEN .o e 903.05
Transfer of rightSin.......coccovivininiicreeee, 509.02
Type, Design vs. ULility .....cceereieriiencne 1502.01
ULty SErES .o 901.04, 1502.01
Utility VS, deSigN c..ocvveeeeeeeceeeece e 1502.01
X SIS .ottt 901.04
Patent and Trademark Assignment System................ 302.09
Patent and Trademark Office (PTO or USPTO)
PN 0 [0 (15 R 501, 502
BUSINESS NOUIS.....c.civiiciiiieeeic et 510
Employees, property interest in patent...............c...... 309
Employees, unavailable to sign oath or declaration as
1 0177< 9110 = TP 409
Matters decided by various officids........... Chapter 1000
Publications..........ccoooverienenineneeeenes Introduction

Attorneys and Agents Registered to Practice Before
the United States Patent and Trademark Office
............................................ 401, 902.03(d), 1706
Development and Use of Patent Classification

Official Gazette of the United States Patent and
Trademark Office (See Official Gazette (0.G.))

Receipt and handling of mail........................ Chapter 500
Telephone NUMDESS ... 1730
WED SITE.....cvceiicere e 1730
Patent application publication (See Pre-Grant Publication
(PG-Pub))

Patent Assistance Center (See Inventors Assistance Center)
Patent attorney or agent (See Attorney or agent)
Patent classification (See also Classification;

[ Lo g 2N o | S Chapter 900
ClaSSES....cciieiee e 707.05(e), 902.01
....................................... 902.02, 903.02(a), 903.02(b)
Cross references......ccovvvvvvivveseseeneene 903.07, 903.07(a)
DT 1= TSRS 903.07
LRSS L= 1T T 903.07
Manual of Classification................. Introduction, 902.01
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Patent Cooperation Treaty (PCT)--Patent Cooperation Treaty (PCT)

Sec. No.
Master classification file (MCF)........ccccvevenee.e. 902.03(a)
L@ (0 (< £ TR 902.04
Post classifier (See Post classifier)
Shoes.............. 510, 901.05(c), 901.07, 902.02(b), 905.04
Statutory authority .........coceeeevereineneees 903.01
SUBCIASSES.....ceeveeree e 707.05(e), 902.01
........................................ 902.02, 903.02(a), 903.02(c)
Patent Cooperation Treaty (PCT) (See aso International
application; Treaties).......cc.ccceevenee. Chapter 1800, App. T
Administrative INStructions............ccoeeeveenenennene App. Al
N 0 | R 1807
Amendment before the designated office .. 1893.01(a)(2)
............................................................... 1893.01(a)(3)
Amendment of claims before the International Bureau
............................................................................. 1853
Applicant.......coeevirnicnennn, 1810, 1817.01, 1817.01(a)
Applicant for United States Receiving Office......... 1805
................................................................... 1810, 1820
Basic flow timeling.........ccocevevievininie e, 1842
Classification of application ..........ccccceevvevrennene 903.08(b)
Classification of subject matter................. 1844.01, 1879
Common repreSENtative.......coeveeeeeceeveeseeseeseeies 1807
CONCEPLS, MGOT ...t 1801
COUNENY COUBS.....coveveniriereeerie ettt 1851
DEfINItIONS ... 1802
Design patentS.......coevvvreeereenesenenennns 1501.01, 1503.01
Designated offiCe......ccoooveneneniniericiesce e 1893.01(a)
Designation of states.........c.cceeeveeene 1817.01, 1817.01(a)
FEES..coiietce e 1827, 1893.01(c)
Reduced basic fee by filing sequence listing and/or
tables on compact disC.......cccocveeevievreninnne 1823.02
Filing date requirements ..........ccooeoeverenesencneenens 1810
Foreign filing license........coevveveinennenee e 1832
Foreign patent citation codes..........ccoevrerevereereenennnn. 1851
Forms

Compact Disc Transmittal Sheet For Submission of
Sequence Listing and/or Tables To The United
States Receiving Office Under Pct Administrative

Instructions-Part 8.........c..cccevveeeecveceeeneene, 1823.02
1T 1893.03(¢e)
IB/308......ocueieeeeee e 1893.01(a)(1)
PCT/DO/EQO/03.................. 1893.01(a)(3), 1893.03(a)

........................................ 1893.03(b), 1893.03(e)
............................................. 1893.03(g), 1895.01
PCT/DO/EQ/905S.................. 1893.01(a)(1), 1893.01(d)
........................................ 1893.01(e), 1893.03(b)
PCT/DO/EO/1390 ..o 1893.03(a)
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Sec. No
PCT/ISAT201L......c.oiieeeree e 1852
PCT/ISA/203......coeiieeeeeeeeese e 1843.04
PCT/ISA/206......c.coovieieieeieeseese e 1850
PCT/ISA/210......ccooeireieienn, 1843.04, 1844, 1844.01

.............................................. 1845.02, 1893.03(e)
PCT/ISAT2LT .t 1836
PCT/ISA/220.......ocoiieiiiieineeeeeeens 1844, 1845.02
PCT/IPEA/AOL ......covevveeeiecieesienns 1864, 1865, 1866
PCT/IPEA/4QS ... 1875, 1875.01
PCT/IPEA/4Q8..........c.covvvvrerrnee, 1860, 1860.01, 1874,

................................... 1876, 1878, 1878.01, 1879
PCT/IPEA/A09................... 1871, 1871.01, 1874, 1878

................ 1878.01, 1878.01(a), 1879, 1893.03(e)
PCT/IPEA/AL0 ...t 1864.04
PCT/IPEA/ALL ...ttt 1876
PCT/IPEA/AL2 ... 1836, 1876.01
PCT/IPEA/ALE ...t 1879.02
PCT/IPEA/A20 ..ot 1875.02
PCT/IPEAIA28 ...t 1878.02
PCT/RO/10L ......ccvvveiinn 1801, 1812, 1817.01(a)

............................................. 1821, 1844, 1844.01
[ O @ T 1893.03(¢)
PCT/RO/136 ....cooovevvvieiseeeceseee e 1893.03(¢)
PTO-1382......cooceeeeeeeseeee e 1830, 1832
USPTO/299.....cce e 1850
USPTO/499.....c.ooiveeeierieiesieniniens 1850, 1875, 1875.01

GazEte ...ecvv e 1801, 1823.01, 1857
Guidelines on qualifying for reduced basic fee by filing
seguence listing on compact disc.................... 1823.02
HEIP DESK ... 1730
INfOrmMation SOUICES........cceeveriereeireeeeie e 1730
International BUreau............ccooevvvenenenienencse e, 1801
International preliminary examination...... 1860, 1860.01
International preliminary examination report........... 1879
International preliminary report on patentability...... 1801
........................................... 1845, 1879.03, 1893.03(¢e)
International publication ............ccccevvieineneicnenen 1857
Prior art effect .......cccvvevvvrennn. 1857.01, 1896, 2136.03
International search report.........cccoveeeceeceveseseeseenne, 1844
International searching authority..........cccccevcvvvveenee. 1840
MembEr COUNEIIES.......ccvveeeeriereee e 1817
National procedure...........cocoveveieneneneeeeese e 1893

National stage (See National stage application (35
U.S.C. 371))

Numbering of Sheets.........cccovvieeiieiecere e, 1812
Office of PCT Lega Administration................ 103, 1730
Priority ....ccoeeeeveennen. 201.13(b), 1828, 1893.03(c), 1895
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Patent Cooperation Treaty Administrative I nstructions--Patent Cooperation Treaty Rules

Sec. No.

Priority document .........cccccoevvvevvnennnn 201.13(b), 1828
PUBIICEEION ...t e 1857
Recaiving OffiCe......ccooiiiinireeee e 1801
Receiving office procedure...........ccccooieiinenenieenn. 1801
Record copy transmittal ............coceeveneeinennenienenn, 1801
Reply to invitation concerning lack of unity of invention
........................................... 1850, 1875.02, 1893.03(d)
Reply to written opinion ..........ccoccceeeeienenieniene 1878.02
Representation before the designated office.............. 402
Revocation of agent .........cccoeveevenenenecneneeeeee 1808
Schedule of fEES......cvvviiirc e 1827
Search report........oveevvcereeeens 707.05, 1302.14, 1844
SECIECY OFUEY ...t 120
Sequence listingS .....covveerereeneneee 1823.02, 1848
On electronic media.......c.ccoeeeverereneneiesenenne 1823.02
SIgNatUre MISSING.....cceeeeeeereerierese e e seseeeeeeeenes 1820
Unity of invention............... 823, 1850, 1875, 1893.03(d)
Written opinion, preparation........... 1845, 1878, 1878.01

Written opinion, timeto reply t0.1845.01, 1878, 1878.01

Patent Cooperation Treaty Administrative Instructions

........................................................................ App. Al
105 REProduced ........cccovveeeeeecieeie e 1834
204 ReProdUCEd ......coeeeeieeeierienie e 1823
205 ReEProduCed ........cccoevveereerieerierieesieseeeseeeieeas 1824
208 Reproduced .........ccocvvvveeienieneeeereee e 1823.02
209 REProdUCE .......ceevevienieierieieiesieesee e 1823
404 ReProduCed .......coceeoeeeeeiiereie e 1857
502 ReProduced ........cccoeoeereenieiereneeeeeeeeee e 1850
513 REProdUCED .......cooviriiirierieirierieeeieseeeseeees 1848
603 Reproduced .........ccccvvevvreneeeeeereee e 1875.02
604 REProdUCE .......ceevevieieierieceiereeeee e 1879
605 Reproduced .........coevereeneieneneeeeeeeeee e 1872
606 REProduCed .........ccoorveirieriiirerieerieeeseeeeas 1880
607 REProduCed ..........ccovveireriiininieereeeseeeeees 1876
801 Reproduced ........cccocvvvvveiereeeeeeeee e 1823.02
803 REProdUCE .......cvvvveeeiriirieiesie et 1823.02

Patent Cooperation Treaty Articles........cccocceveienene App. T
S REPIOAUCED ... 1812
5 REProduCed ......cocveeeieeee e 1823
6 REProduCed........ccveeeeeeece e 1824
7 REPrOAUCED .....ocveveneieieeeee s 1825
11 ReProduced .........ccvereeerenieenesieeeieeee 1810, 1896
17 REProduCed ........cocceviiieiriineeereeee e 1843
18 REProduCed .......cccceveviereeieeee e 1844
19 REProduCed .......cccevviereeirieniee e 1853
21 REProduCE ......oceeevveiieiriiecrieie s 1857
29 REProduCEd .......cccevvirieiiriiieirieeeese s 1857

I-71

Sec. No

30 REPrOAUCET ......ocveeeeeeierere e 110
31 Reproduced ................ 1864.02, 1864.03, 1865, 1869
32 REPrOdUCE ....c.coveeeiiriiieierieeeere s 1862
33 ReProduced ........cooeereneeeieeeeeeee s 1878.01(a)
....................................... 1878.01(a)(1), 1878.01(a)(3)

34 Reproduced .......ccocevvvevenienene 1862, 1864.01, 1874
..................................... 1875, 1878, 1878.01, 1878.02
35 REPrOdUCE ......coveeeiiiiieerieeeer s 1879
36 Reproduced ........ccccoveveveieeiieneneenn, 1879.02, 1879.03
37 REProduCed .......ccoveeriiieerieeesee s 1880
38 Reproduced ........cccvvveeeveeierecee e 1879.04

Patent Cooperation Treaty Rules

4.3. REProduced ..........cccveveeirienieineieesieeee 1844.01
4.11. Reproduced .......ceoeveeverernnrenninnennns 1817.02, 1819
PR EST == o (00 (0010 [N 1820
5.1. Reproduced .......cccoceeeeieeiere e 1823
5.2. Reproduced .........cooeveveiiricee e 1823.02
6 REPrOAUCED ......ceeevieeiiriiicerieeer s 1824
6.1. REProduCed .......ccocevirieiriirieiriieesieee s 1824
6.2. ReEProduced .......ccccceeeeveeieie e 1824
6.3. Reproduced ........ccoceeerieeiinireneeee e 1824
6.4. Reproduced ........ccoceeerieeiieneieneeeeeee e 1824
6.5. REProduced .........ccoiveiriinieirieereeesees 1824
7 REPrOAUCED ......oveveeeiieireer s 1825
7.1. Reproduced .......ccooeeeeieeiere e 1825
7.2. REProduced .......ccccoeeeriieiieenieneneeeeee e 1825
8 REPIOAUCED ...t 1826
8.1. Reproduced .......cccooeveirienenienieenieee 1826, 1844.01
8.2. Reproduced ........ccocvvveeveeieereien 1826, 1844.01
8.3. ReEproduced ........cceceeveeveeievrce e 1826
11 Reproduced ........coceeereeiienierene e 1825
11.5. REProduCed .......ccecveeerieenienieeniesecie s 1825
11.6. REProduCed .......coeerverieerierieenie e 1825
11.11. REProduCed .........ccceereeerenieenieneeiesieneeiesienens 1825
11.13. REProduCed .......cccocvveveeiereeeeee e 1825
13 ReEProduCed ........ccceeerieeiienieriese e 1850
13.1 REProduCed ........ccceriereeeerieieierieeeeeseeeeie e 1850
13.2 REProduced .........ccceveveeereneeeniereeicseeeeie s 1850
13.3 Reproduced .......cccoveeeiiierrce e 1850
13.4 Reproduced .......cccveveiererece e 1850
13.5 Reproduced .......cocveeevieierece e 1850
13”5 REPrOAUCE .....ooveeeeveeeeeeeseee e 1823.01
13751, REProduCed ........ccoevveeveereerieeeerieenies 1823.01
13752, REProAUCE ..o 1823.01
13753, REPrOAUCE ..., 1823.01
13954, REProdUCED ........eoeeeeeeeeeeeeeeeeeeeses 1823.01
1375, REProdUCE .......cooveeeceeeeeeseseeeieseies 1823.01
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Sec. No.
13756, REPrOAUCED ..., 1823.01
13757 REPrOAUCEL ... 1823.01
13" REPrOdUCED ......oocvvvecvciecieicee e 1823.02
13,1 ReProduced ..........cccoevevereereerennnns 1823.02, 1848
13,2 REPrOQUCED ......oovveeeeeceeiceeiesee e 1823.02
17 Reproduced .........cceveevevevenene e 201.13(b)
17.1. Reproduced ........cccccveveveieiececeeienns 201.13(b)
17.2 Reproduced .........coceeererenenenieenerieeneins 201.13(b)
33 REPrOAUCED ......oveeiriiicirieereee s 1843
33.1. REProduced .........ccooveeerienericneecseieiees 1843
33.2. REProduced .......cocevevvreverese e 1843
33.3. REProduced .......ccoceveverevecece e 1843
37.1 Reproduced..........cceeerueenereeieerireesieieeneeas 1844.01
37.2 Reproduced .........covvveveeeniireereeeie e 1844.01
38 ReProduced.........cocvvvvevvienireeceeeenens 110, 1844.01
38.1 Reproduced.........cccvvereeeereeere e 1844.01
38.2 Reproduced..........coueerveerreeierieeeseeeneas 1844.01
39 Reproduced........cccoveveerieiiiineeeee e 1843.02
39.1. ReproducCed..........coveeeerieenierieenieseeienieeas 1843.02
40 REProdUCEd.......ccveeveeeeeeeeeeee e 1850
40.1. Reproduced ..........ccoeevveneienienenenene e 1850
40.2. ReEProduced .........ccoevveneienenieenene e 1850
41 ReProduCed .........coeeueeieieeeiene e 1852
41.1. ReProduCed ........ccooeerenieerieieeneee e 1852
43bis REProduCed ........cceecveeevierere e 1845
43bis.1. Reproduced ........ccccocvveiivineienireesenees 1845
A4ter. Reproduced ..........ccoceeeveierieeicie e 1879.04
46 ReProduCed .........coceeeeeeieieiee e 1853
46.1. ReEProduCed .........ccooeerenieerieieeseeeseeee e 1853
46.2. REPrOAUCE .....ocveeeeeeeieviere et 1853
46.3. REPIOAUCED ......coceeieeiierieienirieee e 1853
46.4. REProdUCEd ......c.coiieieieriiie e 1853
46.5. ReEProduCed ........ccooeerenieiriieeneeese e 1853
54 ReproducCed ........cooeveerineineneeneneenieas 1864.02
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(001010501 K] S 151
Property rights under AEC and NASA Acts.... 115, 150, 151
Prophetic examples in the specification................. 608.01(p)
Proprietary interest, Proof of .........cccccovvvvceeiieneennn, 409.03(f)

Proprietary materials (See Protective order material; Trade
secret material)
Pro se applicant (See aso Applicant; Inventor)

Appeal Bri€f ... 1205
Certificate of Mailling .......cccoeveveeevecevecceeeceeee, 512
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ACCESS.....ooiiiiereee e 103, 104 Public search facility (See Patent search facility)
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After final rglection........cccocvveevvivieccsesee e 706.07(f)
Allowance action...........cccce.e. 707.05(a), 714.14, 714.15
Claimslater added..........ccooovviviivenenieeieresene e 714.20
Copies of references.......ccoovevvevevevievesiese s, 707.05(a)
Design application..........cccceeeveceneeeeerese e 1504
Examiner’s amendment used instead of ........... 608.01(b)
Formal matters corrected............coeue... 706.07(f), 812.01
Information disclosure statement ........ 609.01, 609.04(b)
Primary examiner signature required............c.ccv..... 1005
Reexamination, ex parte ...........ccueuee. 2250.01, 2266.01
REISSUE ..ottt 1444
Shortened statutory period ................ 710.02(b), 2250.01

Query Printer Waiting ........coevevevenerenenenieeseeneens 1306.03

R

Ranges
ANLICipation Of .......cccovireiniee e 2131.03
ObVIOUSNESS Of ... 2144.05

Ratification of papersfiled
Death of attorney ...........ccoceeevenieiinieeesee e 406
Death of inventor...........ccocveeveeveneeieereee e, 409.01
Signature improper or lacking........c..ccecvvervnee. 714.01(a)
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Real party in interest--Reexamination, Ex parte

Sec. No.
Real party ininterest .......cccoovvevvvveveceeieeeenes 1205, 1207.02

Ininter partes reexamination............... 2612, 2614, 2677
Reasons for allowance...........c.coeeeveveeenennenenennens 1302.14

Amendments after final rgjection...........cccccoceeueeee. 714.13

Appeal record.........coevevineinineee 1213.02

Applicant’scommentS on ........cccceeevvereeerceennne 1302.14

Claim NArOWING .....c.cooevveeeveeeeeeieesie e 1302.14

Comments on, ex parte reexamination .................... 2287

Comments on, inter partes reexamination.......... 2687.01

Estoppel effect ..o 1302.14

Failure of applicant to comment on.................... 1302.14

Patent Cooperation Treaty application. 1845.01, 1878.01

Presumption of acquiescence by applicant ......... 1302.14

Public use proceedings.........covereeereneneniecnienene 720.05

Reexamination

g 7= | = 2262, 2287

INLEr PATES ...oviivveeeeecee e 2687
Rebuttal brief in inter partes reexamination appeal

................................................................... 2678, 2679

REFUSE ENEIY ... 2679
Recapture

Claimed subject matter .................. 706.02(1)(1), 1412.02

Matter iNFEISSUE ......coeueeieeeieeee e 1412.02

Of patent rights

Disclaimed by filing adisclaimer..........c.cccooein. 1490
Waived when SIR published..........ccccooeeiniienns 1111
Receipt of mail and papers........ccoceeeverceeerceenens Chapter 500

Arrangement of papersin file wrapper ............. 719.01(a)

Depositing Correspondence..........coeveerereeereecenienens 502

Entry of amendments...........cccoeeveevevenesesesnnnns 714.18

FIlING FECEIPE. ... viieireee e 503

Office date Stamp......coeeeeeeeieereee e 505

Period for reply ..o 710.01(a)
Receiving Office PCT procedure...........ccoveveeerenennens 1801

International BUr€aU ...........oocvvervevneneenenrereeneenenes 1805
Reciprocal privileges, foreign priority .........ccoceeeevenee. 201.13
Reciprocal security agreements..........cccveveereeneneneenene 120
Reclassification

ClaSSES ..ot 903.02(a)

PaENES. ....ccveeeeere e 903.05

SUDCIBSSES.....oeiieeeiicieneee e 903.02(c)
Recombinant DNA (See also DNA; Biotechnology)

SPECial SEALUS ... 708.02
Reconsideration in ex parte reexamination................... 2269
Reconsideration in inter partes reexamination.............. 2669
Reconsideration of abandonment.............. 711.03, 711.03(c)

Based on insufficient reply ........c.ccceevveieenenne 711.03(8)
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Sec. No.
Based on failure to reply within period............ 711.03(b)
Record of interview ..........ccceevenenenieienens 713.01, 713.04

Record room (See File Information Unit (Record Room))
Record system for reexamination

EXPArte.....ccooiiiieeeseseee e 2235
INLEN PAMTES...cviceeeece e 2635
Recording assignment...........cccceeevevenencseenne 301, 302, 317
Recording change of business name...........cc.ccoceeeveenene. 314
Recording government interests..........cceeeveeneene. 302, 302.07
Recording of joint research agreement ............... 302, 302.07
Recording license agreement..........cccccevveeceeveveseveceene, 313
Recording of other documents............cccocerieeienenne 31310 317
Recording security interest .........cooeeeveveeneneenicseenenes 313
Redacted publication of an application............ccccccevueneee 1132
Reduction to practice.......c.ccovvvevvevverennnn. 715.07, 2133.03(c)
......................................................... 2138.01, 2138.05
Reexamination, EX parte.........ccceceeevenereenn. Chapter 2200
Accesstofile....oiiinninnes 103, 724.04(c), 2209, 2232
Action following Board decision ...........ccccoeeevnueneee. 2278
Address of patent OWNEr........ccccvveeeeverenieveseseneens 2222
AdMISSIONS....coiiiiiirieee e 2217, 2258
Affidavits ..o 2216, 2217, 2258, 2265
After final practice .......ccvvveeninecieeeece 2272
Amendment.........ccoeeeeeiveeceee e, 714, 2234, 2250, 2295
ADSIFACE ...t 2287
After final rgfection.........cococeeerierieiencie e 2272
EXAMINET S...eiiiii e 2287
Filed With reqUuest...........cooeivineienieeee e 2221
TMPIOPEY ... s 2250

In amerged reissue/ex parte reexamination.......... 2285
Prior reexamination certificate issued......... 2250, 2295
Provisions of Rule 1.312 do not apply .................. 2287
Reissue patent iSSUEd .........ccvereeerieninieneneeseene 2250
ANCIHIArY ISSUES....c.eeveeee et 2217, 2258
APPEA . 2273
AppPEAl Bri€f.......ceeee 2274
Appealsto courts........ccovvreenrennnnne, 1216, 1216.01, 2279
Application file [ocation..........c.cccveererrccneneicnieee 2635
ASSIGNMENE....ccueeeeeeeeee e ens 301
To an examiner ........cocecveeene 2236, 2248, 2255, 2285
ATtOrney or agent.........coecevviiiieeniie e 2213
Name on certificate.........coovvererierieieiereneee 2287
BasiC CharaCteristiCS......coovvvrerenieeeeee e 2209
Certificat@ Of ......ovveericerere e 2288, 2294
ReissUE patent 8S.......ccceeeveeeeeeieeriesene s 2290, 2294
Certificate attached to patent Copy .......cccccevereriernns 2292
Certificate distribution............cccveierinieiencienee 2292



INDEX

Reexamination, Ex parte--Reexamination, Ex parte

Sec. No.
Certificate format..........coveeveneinenne e 2290
Certificate of mailing or transmission...................... 2224
Certificate of prior reexamination in later request
......................................................... 2214, 2219, 2619
Certificate of SErVICE.....ccovvvreverere e 2220
Certified COPY .oovveeeeeeerer e 2232
Citation of Prior art........ccoceeeeveeveeenceeieereerese e 2202
After first office action ... 2271
Claim for Official Gazette..........cccoevvevrvrceeieeenne 2287
Claim, multiple dependent, preparation for publishing
............................................................................. 2287
Claim NUMDBENNG .....coveieeccc e 2250
Claims considered..........cooeverenenencnienenenns 2243, 2258
Claimsinvalid/unenforceable........ccccceveveienennnnne. 2286
Claims presented for interference............. 2283, 2307.04
Clerical handling........cccoeveverieveniese e 2270
Collateral estoppel .....ccccvevevecvererece e 2259
Comments on “ Statement of Reasons for Patentability
and/or Confirmation” .........cccoeevievvnenienieeeeneenenn 2287
CONCIUSION ...t 2287
Concurrent proceedingS........cccceveeeveeivennns 2282 to 2686
Conduct of proceedings........cccevveeveeierieeieereeseennens 2254
Consideration of responses........cccceeeeveeieenenns 2252, 2253
Consolidated proceedings.........coceeeveeeerereeiereneeenens 2283
Constructive notice to patent OWNer..........ccccceveeneene. 2230
Content Of reQUESE.......ccceverie e 2214
Copending proceedings.........cccceeeeeereeneenenns 2283 to 2686
Copy of patent in request .........ccceeveeeeeeieeseeieseeene 2219
Double column format..........ccoceeevevevveeennenn. 2214, 2219
Copying Of fil€...cceeeeeee e 2232
Correction of inventorship.........cceceevevenee 2250.02, 2258
Correction Of reqUESE ........ooerererireeeeeeeeee e 2231
CorrespoNdENCE ........ooveverviieerieeereeee s 2224
Criteriafor deciding request ..........c.ccceeeveercrinnnne. 2242
Decision of Board of Patent Appeals and Interferences
............................................................................. 2277
DeCiSION ON FEUESE.......ceueeeeieieneeeie e 2240
Decision ordering reexamination............c.cceeeervenene 2246
DECISION PrOCESSING ....cuvevvereeriereestesiesreereeeeseeseeseenes 2245
Defective SUbmMission.........cccoeeveneecnenencnee 2266.02
D101 o RSN 2240, 2247, 2247.01
Dependent claim treatment ...........cocceeereneneennen 2260.01
Director SinitiatiVe........cocovveevevesese e 2239
DOMESLIC PriOFity voveveveeceeceeeeceeeee et 2258
Double correspondence...........ccovvereerereeeneeiesenenns 2224
Double patenting..........ccoeevereeieneieseneee e 804, 2258
Drawing COMeCtion ..........ccverererenenereseneseeneene 2250.01
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Sec. No.
Duty of disClOSUre.......ccceveeeeeieccseceens 2003.01, 2280
El€CtroniC COPY.....ccocvvrerieireneeresie e 22009, 2232
Entry of amendments..........cccoeeeenernenieenn 2234, 2270
Entry of court decisionsin patent file...................... 2207
EXAMINES ... 2236, 2248, 2255
(D= 07’ 1 (0] o [ 1701.01
Examiner’s amendment............coccoeereeierncneninienens 2287
EXaminer’ S @NSWE .......c.coevererienenieneeeeee e 2275
Expiration of patent..........cccoceveevenernienienenn 2211, 2250
Explanation of prior art.........c.ccceevvenenneneicnenen 2217
EXtension of time ... 2265
Failureto timely reply to Office action.................... 2266
FEES ..ot 2215, 2233, 2283, 2285
Fina action.......ccccoeveveeeeeercceeenen. 706.07(a), 2265, 2271
FIOWChEIT ..o 2201
FOreign Priority ..ccccecceeeeeee e 2258
FOIMS ..o 2296
Granted........coeueeerereeerneee s 2246, 2247.01
Grounds Of rgJeCtion..........ccoveerirererineeneeerenes 2217
Identity Of reqUESLEY ....c.occvevecereceree e, 2212
[NaPPropriate PAPENS.......coereereereeieeeeeee e 2267
RetUrn of Papers.......ccoceee v 2267
INCOMPIELE rEQUESE .......voeeeecieeeeeee e 2227
INformal FEQUESE .......cccovvreeirirec e 2228
Informal SUBMISSION......ccooiviiriccre e 2266.02
Initial ProCeSSING .....ccveeeiereeniere e 2226
Interference copending.........ccoeeeeereeneneseneneneneee 2284
Intervening MghtS.......cocooe e 2293
INEEIVIBWS IN .. 2281
INEFOAUCTION......eeeecrree s 2201
Listing of prior art........ccccceveveve s 2257
Litigation copending .........cccceeeeeeieneneneneneeeeens 2286
Litigation reVIEW .......ccovevevevenineeeee e 2240, 2287
Mailing of Office actions..........ccooeveeerenerenencnennne 2264
MEFQESN ..o 2283, 2686.01
Merger with reissue proceedings........cccoceeeveinens 1449.01
Multiple dependent claim handling, preparation for
PUBLTSNING ..o 2287
NEW MEEEES ... 2270

NIRC (See Form letters and forms: Notice of Intent to
Issue Ex Parte Reexamination Certificate (NIRC)

PTOL-469))
Notification of Concurrent Proceedings................... 2285
Of areexamination..........ccceceveeieeieeieeecee e 2295
OffiCE aCtiON....c.eecveereceecectecreecre e 2260, 2262
Official Gazette
Notice of certificate.......ccccevvrevveiiieccee e, 2291
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Reexamination, Ex parte--Reexamination, Ex parte

Sec. No.
NOtiCE Of reqQUESL.......ecveeeeeeeeee e 2229
“Old art” (i.e., previously considered/cited)
.............................................................. 2242, 2258.01
Oral hearing ......cccoeeveeererere e 2276
Ordersfor CopIES Of .....oovereriiinereeereeeeeees 2232
Patent copy iN reqUESL.........coevieveriere e 2219
Double column format...........ccccoevveerienne 2214, 2219
Patent owner’ s address.........cocooeveneneneneneneeeens 2222
Patent owner’'s statement .........ccooceeveeieicnneeneeniens 2249
Patent owner’ s statement of interview ..................... 2281
Patentability review conference...... 2271, 2271.01, 2287
PELTION ..o 1002.02(b)
Correct iNVeNtorship ........ceeeeeeeeereeneeseseesieseene 2250.02
Denial of request...........ccoueueee. 1002.02(c), 2246, 2265
For entry of late papers (revival of terminated
[O100== 0 1010 1) 2268
Merge proceedings ........ccoeveeveeeeeereeinennens 2283, 2285
RecONSIAeration ..........ccoeeeeeieneiene e 2268
Stay proceedings pending interference................. 2284
Stay proceedings pending reissue..........cocevvrerenne 2285
Unavoidabledelay ........cccoceveiinienieieciciecieciennns 2268
Unintentional delay..........ccceeeveveniesesenesiecieennns 2268
Vacate order granting request ..........ccoceveeeerreeenne 2246
Waive time proviSionS........coccevereeneeneeenienenenens 2265
Power of attorney, withdrawal ...........cccecvveveieennen. 2223
Preprocessing Staff ........ccoccvveveevenesesievee e 2226, 2228
......................................................... 2229, 2232, 2239
Printing of certificate..........ccoovovnvnininrieceee, 2288
o L0 - SR 2218
Prior art considered..........cccooovevvinencnenienenn 2244, 2256
Prior art previously cited/considered......... 2242, 2258.01
Proceadings........ccooeeererereeeee e 2209
Processing in Technology Center .................. 2233, 2245
Clerical handling ........ccoooveeeninniinerneeseee 2270
Project Code .......covvvviieeiceeee e 2238
PUDIIC 8CCESS......oivviririeree e 103, 2232
Quality Assurance Specidlist (QAS)....cccvvveeeieennnne. 2289
QUALTLY FEVIBW ... 2289
Reasons for patentability and/or confirmation
................................................................... 2262, 2287
Reconsideration of Office action ...........cccceeeecvveenene. 2269
RECOrd SYSIEM. ...t 2235
Refund if request denied.........ccoooevvvvveenee 2247, 2248
Reissue copending .......cccceeeveeeeeereeniennens 1449.01, 2285
REECHONS ..o 2242, 2258
Using “old art” ........coeeeveeveneereneeseeeeseenes 2258.01
REMINAEIS.....coiiieeee e 2287
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Sec. No.
Reply by third party requester ............ccccueue.e. 2251, 2253
Period for reply cannot be extended...................... 2265
REPOIS ... 2235
Representative of requeSEer ........coooveeevereenenenene 2213
REQUESL.......eeeieeeeeee e 2210
After reissue patent issues................. 2240, 2258, 2285
After first reexamination certificate issues............ 2294
CONEENE....eoei et 2214
Correction ProCeSSING .....c.covveererererereresieresieneene 2231
DECISION ..eveeeieeecctreeee et 2240, 2244
DeCiSION Criteria.....covvireeireriee e 2242
Denied......cooveivineeneee e 2247, 2247.01
After reissue patent iSSUES........covvveeeeereeereennne 2240
During interferenCe ... 2284
Facsimile submission not permitted................... 502.01
Filing address........ccoevievevesese e 2224
Granted.......ocoveeveneerineesesees e 2246, 2247.01
GUIEINES ..o 2242
“Old art” (previously considered art) involved
....................................................... 2242, 2258.01
Response to Office action .........ccocceevereeneeneniesene, 2266
ReStriCtion iIMProper........ccooeveverenereeeeee e 2258
REVIBW ..o 2289
Sample |etter requesting reexamination ................... 2214
oo o= 2258
SEAMCN. ..t 2244, 2258.01
Second or subsequent request...........ccoeeeeveneee 2240, 2283
Prior art considered........cooeeeveeeieienenenens 2240, 2242
Service by patent owner on requestor of patent owner
SEALEMENE.....ceieeeeeeeeee e e 2249
Service of papers.............. 2220, 2266, 2266.02, 2266.03
Special status for aCtion...........cccoeeeerernereienenienes 2261
Statement applying prior at.........ccceevereeererncniene 2217
Statement DBy OWNES .........cvvireiriereeeeeces 2249
Statement of Reasons for Patentability and/or
ConfirmMation.........cccvereeereneeeseese e 2287
StAEULOry DESIS......ccveieeeeeeeeee e 2201
SEAY ettt 2283
Submission defective or informal...........ccouenee.e. 2266.02
AFtr final ... 2272
Submission not fully responsive...........cc.ccceeuee. 2266.01
After final ..o 2272
Substantial new question of patentability....... 2201, 2216
............................................... 2240, 2242, 2244, 2246
Using “old art” .......cccoveeeveveennneenienens 2242, 2258.01
“Sufficient cause” for extension of time.................. 2265
SIS 0= 015 o] o SO 2283



INDEX

Reexamination, Inter partes--Reexamination, Inter partes

Sec. No.
TEMINALE......ciirieree e 2294
Terminated fileS.....cooevineirieee e 2294
TiCKIEr FEPOIS.....ccveeeieeeeeeeeie e 2235
Time for request deCiSION.........ccoceverererenerienieens 2241
Time for reqUEStiNg........coevvereenererer e 2211
Time for responseto actions..........ccceeeeveeeererenenenns 2263
TiME rEPOItING ...veeveeeeeeeeeeiere e se e 2238
1= €= o o) 1 S 320, 2287
TrANSF O oo 2237
Tranglation reqUIred..........ooecevereenennieneseseseee 2218
Untimely filed paper prior to order........ccceevevenee. 2225
Untimely filed papers........cccceeevecevecieccese e 2267
Untimely reSponSeS........coeeereeeeiienenne e 2252
Use of transmittal form (PTOL-465) .........ccccoeeveenene 2264
VACAEH ... e 2294
Vacated, claimsinvalid/unenforceable.................... 2286
Who may file request for ........ccceovvveieveeecicceccenns 2212
Withdrawal of attorney during.................... 402.06, 2223
Withdrawal of power of attorney ...........ccoceevevrnenene 2223
Reexamination, Inter partes (See also Reexamination, Ex
Parte).....ccceovvirieirieisee s Chapter 2600
Access by public................... 103, 724.04(c), 2609, 2632
Action closing prosecution (ACP) ............ 2660, 2666.05
...................................... 2666.10, 2667, 2660, 2666.05
................................................ 2671.03, 2673.02, 2682
CONEENE ... 2671.02
Premature... ... 2672
RESPONSE 0.t 2672
AdMISSIONS ..o 2617
Affidavits................ 2616, 2617, 2658, 2666, 2675, 2677

Amendment by patent owner
After anew ground of rejection isissued by the Board

..................................................................... 2682
After Action Closing Prosecution (ACP) ............. 2671
........................................................... 2672, 2673
After expiration of the patent...........ccccecvvveneee. 2666.01
After Notice of Intent to Issue Inter Partes
Reexamination Certificate (NIRC) ......... 2687.01
After Right of Appeal Notice (RAN) .......cccco...... 2673
...................................................... 2673.02, 2675
ClalMS...c.coveierieierreeer e 2666.01
Defective.......conrenrncicrinn, 2666.50, 2666.60, 2667
Dependent Claim.........coeeeveneenineeneeeenenes 2660.03
DIraWingS......ccoveeereeresesese s saese e 2666.02
BN o 2670
In a merged reexamination proceedings
........................................ 2670, 2686.01, 2686.03
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Sec. No.
Of areissued patent..........cccoeevveeceeiereniennnnens 2686.03
THE oo 2660.02
To provoke an interference..........ccoceveeeeneeene 2686.02
UNSIGNEd ..o 2666.50
Appeal (i.e., Appelant) Brief.......ccovevviinennennn. 2675
DefeCtiVe....covieirierieee e 2675, 2675.02
Appeal ConferenCe.........covevvvreevenieernnnenns 2676, 2677
Appeal to the Board of Patent Appeals and Interferences
................................................................ 2674 to 2680
FlOWChart ..o 2601.01
Appeal to the Court of Appeals for the Federa Circuit
................................................................... 2682, 2683
Appeal to the U.S. District Court for the District of
Columbianot available...........cccoecvineiininnenns 2683
Appellant defined.........cccevvveeiececeresec e 2674
Assignment to examiner...........cccceeveeee. 2636, 2648, 2655
Certificate of inter partes reexamination ................. 2688
................................................................... 2690, 2694
DistribBULION ..o 2692
FOMMAL ... 2690
Reissue patent 8S.......cccevevererieeeeieeniene s 2688, 2694
Certificate of SErVICe .....cccevevvieniiiriee 2620, 2666.06
Certificate of mailing or transmission...................... 2624
.................................................... 2665, 2666, 2666.05
Certificate of prior reexamination in later request
......................................................... 2214, 2219, 2619
Certification asto statutory estoppd .............. 2612, 2614
Clerical handling .........cccevereeerinenereseseees 2670
Collateral estoppel.......ccveveevireiriereres 2659
Comments on Statement of Reasons for Patentability
and/or Confirmation ..........ccoceeveverierieenenniennens 2687.01

Comments by third party (See Reexamination, Inter
partes. Response by third party)

Concurrent proceedings..........covvereeereerenreneas 2282, 2686
Constructive notice of .........cccveveerennennnens 2630, 2654
Copending proceedings.........ccoeveeveevereeneinens 2282, 2686
Copies of the prior art with request ..........cccccecevenee 2618
Copy of printed patent with request .........c..cccceveeee. 2619

Double column format ...........ccoeevenecenennccnenenn 2614
Copying of thefile by the public.......c..cccccevevvnnnnns 2632
Correction of inventorship ........cccceeeevennee 2658, 2666.03
COrrespoNdENCE. ........coeeeeieeriene e 2624
Court of Appealsfor the Federal Circuit........ 2682, 2683
Court Ordered .......ooeevereeneneereeeee s 2686.04
Cross appeal to the Board of Patent Appeals........... 2674
Cross appeal to the Federal Circuit ..........ccoceeeviennene 2683
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Reexamination, Inter partes--Reexamination, Inter partes

Sec. No.
Decision by the Board of Patent Appeals and
INterferences.......cooeveeenenere e 2681, 2682
Decision on the request for inter partes reexamination
................................................................... 2640, 2641
After Court deCiSion ........ccoccevevevenieiesenennns 2686.04
CONLENT ... 2646
Criteriafor deciding........cccoovevvivvieniniecieeiereiennns 2642
Deadline for mailing.........ccocceeerinieneiencnicniene 2641
Denial .....ccooveeereenereereeae 2640, 2647, 2647.01
........................................................... 2648, 2694
GFAME...cceee st 2640
“Old art” (previously considered art) used............ 2642
Processing........ccccoeeevereneninenenennas 2647, 2647.01, 2648
Prior art available........ccccoeveeeveiieeree e 2644
Reissue about t0 ISSU.......cccevveeriiieiriieeieines 2686.03
Dependent claim treatment .........cccocevceveveenennnene 2660.03
Design applications..........ccceveveereeieneceeieereesee e 2611
DOMESLIC PrIOFILY ..veveeeeeeeeeeeeie e 2658
DIaWiNgS....coveeeeereeieienieieesiesee e 2666.02
Duty of disClOSUre.......ccocvvererieeeeeieens 2003.01, 2684
EI€Ctronic COPY ....covvvvreeerienieireneeesieeecseenes 26009, 2632
Enlarging claim scope prohibited ............. 2658, 2666.01
Estoppel, Collateral.........cooereienenieneieeeeeeieeene 2659
Estoppel, Statutory........cceevvvrerereenne. 2601, 2612, 2614
Examination scope..........ccceeeuenee. 2658, 2671.01, 2671.02
Examiner consultation with a Reexamination Legal
Advisor (RLA)
After response by parties.........cccooeeereerienieneene 2671
Before appeal ..o 2676
Before the decision on the Request...........ccccueeee. 2633
In merged reexamination proceedings............. 2686.01
Regarding multiple reexamination requests..... 2686.01
Review of Rebuttal Briefs..........ccooeovineininennn 2679
Examiner’s Amendment
Canceling rejected claims........cccceeveveenen. 2671, 2687
Correcting formal matters...........cce...... 2687, 2687.01
In merged reissue/reexamination..................... 2686.03
Not permitted if approval required................... 2687.01
TotheTitle ..o 2660.02, 2686.03, 2687
EXaMINEr’ S ANSWES .......cooireeeriereee e 2677
Expedited Right of Appeal Notice............ 2671, 2673.02
“Express Mail” procedure..........cc.ccoeereiennene 2624, 2665
.............................................................. 2666, 2666.05
EXtensions of time ........cccoooveiniveineneece e 2665
After Action Closing Prosecution............cccceeeee. 2672
To amend the claims after a Board decision containing
anew ground of rgjection...........cocceeeerennnne. 2682
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Sec. No.

To appeal to the Court of Appeals for the Federal
CITCUIT...ee et 2682
To complete areply held non-responsive......... 2660.30
To petition denial of the Reguest ................ 2648, 2665
Facsimile transmission, correspondence by ............. 2624
FEES .. 2634
For acopy of thefileon CD........cccccoeievinennnnne 2632
REfUN.....oeiiiireeee e 2615, 2647, 2648
Final Board deCiSION..........ccoveveeveeeieeivieceeens 2681, 2682
Filing date ......coveeeee e 2627, 2628
FIOWChArtS. ..o e 2601.01
FOreign Priority ......cccceeeeeeerere e 2658
FOrmMS liSted....coueeeeeeee e 2696
0o 2684
IMProper COMMENES........ccceereree e e e esee e eeeneeens 2667
I NaPPropriate PAPENS......ccveereeereeeeeereeseesees e e sreenes 2667
Incorporation by reference in Examiner’s Answer...2677
Interference copending..........coceeevereeerene 2686, 2686.02
Intervening rightS ... 2693
Interviews in amerged reexamination/reissue .... 2686.03
Interviews not permitted.................. 2666.30, 2685, 2687
Litigation concurrent............. 2640, 2681, 2686, 2686.04
Litigation Search.........ccccoeveinenniiccceec e 2686.04
Litigation stayed.........cccoveerenrineineneese e 2686.04
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List Of references........cooeveverereneeeeee e 1455
Litigation involved........ 1404, 1442.01 to 1442.05, 1443
Marking envelope .........ccoeerenerrenese e 1404
Litigation Protest ........cccveveeerienene e 1901.03
Maintenance fees on original patent.................... 1415.01
Merger of reissue applications after restriction......... 1450
Merger of reissue application with ex parte
FEEXaAMINGLION ....coviveieeiieie e 2285
Merger of reissue application with inter partes
FEEXaMINGLION ......oeevevieieerieee e 2686.03
MUItiple filiNGS.....cceeeeeee e 1451
NEW MALLET ...veeeeeeiereee e 1411.02
Numbering of claims........cccceeevereinieneene 1451, 1453
Noticeinoriginal file........cooeviineininiiniinene 202.05
Oath...oeeeeieee e 1414, 1414.01, 1444
Primary examiner’ SdeCiSion.........ccceeevevereniennens 1004
Supplemental.........ccccveervriennnnn 1414.01, 1444, 1455
Offer to surrender patent (not required) ................... 1416
Official Gazette
Claimto beprinted in.......ccccoovveveeeveerernresenen, 1455
Filing noticein......cccceceveveiennns 1430, 1441, 1441.01
........................................ 1443, 1452, 1457, 1470
Omission of feature........ccocovcvvevenenieeiecere 1411.02
Opento publiC.....cccccovvvveeireceeeeeen 103, 1430, 1470
Ordering copies of papersinfile......cccceevivneenenne. 1430
OWNErSNIP ..o 201.12, 1410.01, 1443
Patent SEreS......ccooeiereie e 901.04
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Rejected application--Rejection

Sec. No.
Patent term, affect on........ccocveevineinereeee 1405
Petition to merge reissue and ex parte reexamination
.......................................................... 1002.02(b), 2285
Petition to merge reissue and inter partes reexamination
..................................................... 1002.02(b), 2686.03
Petition to stay reissue pending ex parte reexamination
............................................................................. 2285
Petition to stay reissue pending inter partes
reeXamination..........coevveerieeeerenene e 2686.03
Print of drawing ........ccocoeevinenenennnn 608.02, 608.02(m)
Prior art consideration..........ccoceeeveeeneneeesenenenieenns 1402
Prior art statement........ccoovevveveiene e 1418
Priority correction.........ccccceeeereneenne 201.14(b), 201.16
......................................................... 1402, 1405, 1417
Protest .......cooeveveneenenereeseneiens 1441.01, 1443, 1901
Protest filed in reissue where patent
isininterference........ocoveevenecnenecnene 1443, 1449
Public aCCESS.....cceovrrieireee e 103, 1430, 1470
Recapture of matter.........cccocevuenene. 706.02(1)(1), 1412.02
Reexamination proceedings copending .............. 1449.01
EXPArte...eoeviiiiieese e 2285
Inter parteS.....coceevveveeeeenn 2643, 2686, 2686.03, 2695
REECHON.....oiiiiiiie e 706.03(x)
Reguest for Continued Examination (RCE)............. 1451
Requirement for information ..........c..ccccevvevenee. 1442.04
RESLICHON.....c.civiieireieceee e 1450, 1451
(D1 o o OSSR 1457
Return of original patent...........ccocoooeieiininieeiennnn. 1416
REVIBW ... 1456
Sameinvention asoriginal patent...........ccccoeu... 1412.01
Specia for examination ......708.01, 1441, 1442, 1442.03
(D15 o o USSR 1557
Specification................ 1410, 1411, 1411.01, 1453, 1455
StatUtory DaSIS. .....cvvveeriere e 1401
Statutory disClaimer ........ccveveveveriese e 1490
Stayed pending ex parte reexamination.............. 2686.03
Stayed pending inter partes reexamination ........ 2686.03
SubmissioN Of PAPErSIN.......ccevereeeriiereeeeees 1404
Suit on original patent........c.cccceveviereveneneeeene 1442.01
Surrendered patent returned to applicant ................. 1416
ST o< 01 Lo o [ TSRS 1450
Terminal disclaimer ............... 1410.01, 1411, 1451, 1490
Transfer of original drawing
(prior practice).......ceevvvrveveieeieesieseennn 608.02(i), 1413
Treatment of ProteSt........ccovverveeeererere e 1901.06
TWICE FEBISSUE ... 1411
Two month delay period........c.ccoceeevenenene 1441, 1441.01
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Sec. No.
Rejected application .........cccceveverieveseneseceeeeneneens 203.02
Rejection (See also Anticipation rejection; Indefinite claim;
ODBVIOUSNESS) ...ttt s 706
Abandonment of invention.............. 706.02(d), 706.03(s)
Admission by applicant................. 706.02(c), 2133.03(c)
After allowance of application................. 706.04, 706.05
................................................................ 1308.01
After allowance of claim........cccccooereenicicienenn, 706.04
After allowance, primary examiner review of .......... 1004
After appeal, New rgjection...........coceeveveecriennn 1207.03
After termination of interference..........cccceceeune.. 2363.03
Against public policy .....ccooerverieiencieiire 706.03(a)
AQIregation........coeerereeereneeenee s 2173.05(k)
All valid grounds..........cccoeerenenneneneneneens 707.07(9)
Allowed claim by Board of Patent Appeals and
INtEfEreNCES ..o 1213.02
Alternative phrases........c.ccoevevenerieesienieseeen, 2173.05(h)
Anticipation (See also Anticipation rejection) . 706.02(a)
.............................. 707.07(d), 2131, 2132, 2133, 2136
Art (SeeadsOPrior art) ...ccceeeeevecevece e, 706.02
Assigned applications, Same applicant ................. 804.03
AtomiC ENergy ACt......cccocererieeieerere e 706.03(b)
AUNOTSNIP..c.v e 2137
Backup rgections..........cocoveevineinence s 706.02
Bar, Statutory ............... 706.02(a), 2133 t0 2133.03(e)(7)
@)1/ (001 111 0T RO 706.02(b)
Board of Patent Appeals and Interferences introduces
................................................................ 1214.01
Board of Patent Appeals and Interferences statement on
allowed Claim.......oooveeiineneneee s 1213.02
Breadth ... 2173.04
Broadening in reissue application ...........c.ccoccee. 1412.03
Broader than the disclosure..........ccocccvevecenienne 2173.03
Chemical practice
Markush .......cccovvvveneneceneennn 2173.05(h), 2173.05(0)
Undue breadth................ 2163.05, 2173.04, 2173.05(h)
Claim presented corresponding to
claim of patent.........cccocevevievivniennnnnne 706.06, 2307.02
Claim presented corresponding to
claim of patent, failureto reply.......c.ccccun... 706.03(u)
ClaiMS o e 706
Combination of references............... 706.02(j), 707.07(d)
................................................................ 2131.01
Common KNowledge ........ccovvvvevenereeeereeseenies 2144.03
Commonly assigned.........ccceceeeieeieieerere e 2146
Computer programming Cases................... 2106, 2106.01



Regjection--Regjection

Sec. No. Sec. No.
Conflicting applications.............. 706.02(f)(2), 706.02(k) Negative limitation..........cccceeeveverinvesienennns 2173.05(i)
................................. 706.02(1) to 706.02(1)(3), 709.01 New, after appeal .......ccccoevveevvrecncenecseniennn. 12207.03
.................................... 715.01(b), 804, 804.01, 804.02 New, after final rgjection............ccccecvvvevenneen.. 706.07(€)
.................................................................. 822, 822.01 New mMatter........cccovvveeeererenerienennenn. 106.03(0), 2163.06
Contrasted to objection..........c.ccocevinecrinccnnne 706.01 Nonelected iNnVeNntion...........cccoeeeerereeenieenes 706.03(m)
Copending applications, different inventive entities Nonstatutory claim........ccocveveveeceeveeiennnns 706.03(a), 2107
............................. 706.02(k), 706.02(1) to 706.02(1)(3) Nonstatutory subject matter ............c..cccevene.. 706.03(8)
CUMUIELIVE. ... 706.02, 707.07(d) Not based ON Prior art.........coceveeeneneneeieeeeneenns 706.03
DediCation........cccooeveeneneeeneeee e 715, 1490 NOL INVENTON ...t 706.02(9)
Defectivereissue oath..........cccoeveerienene 706.03(x), 1444 Not readable on disclosure.........c.coceervenecenienenn 2173.03
Dependent Claim .......ccccveeeeverevenesese e 608.01(n) Oath, defectivereissue.......covvvvivnrnnee. 706.03(x), 1444
Derivation of iINVention..........ccccveeeverniesenenenieens 2137 Objection distinguished..........cccvvreeerieneresenieenns 706.01
Disclaimer.......cccoeeeereiineneeieens 706.02(k), 710.02(d) Obviousness (See also Obviousness) ...........c..c..... 706.02
Double patenting (See Double patenting) e 706.02(j), 707.07(d)
Duplicate Cclaims.......ccccoevvevereereeresenesee e 706.03(k) Of claim copied from apatent........c..cccccevvruennene. 2307.02
Estoppel, defensive publication...........c.ccceveeeeeene. 711.06 Official NOLICE.....eceeeeee e 2144.03
Estoppel, interference.........cccovveeeveneeeseninennen. 2363.03 Old combination..........ccoeevveneereneeseseee e 2173.05())
Final (See dso Fina regjection) ......... 706.07 to 706.07(f) Omnibus claim .......cccoocenneienenne. 706.03(d), 2173.05(r)
Foreign application, statutory bar ..................... 706.02(¢e) OMNibUS rgjection ... 707.07(d)
Form paragraphsused..................... 706.02(i), 706.02(m) Overcoming 35 U.S.C. 102 rgjection............... 706.02(b)
FOrMUSEd ..o 707 Overlapping applications............. 706.02(f)(2), 706.02(k)
Fraud upon public........coevveinenencreeene 706.03(8) 00 e 709.01, 715.01(b), 804
Frivolous invention.........ccecvveeeceseneceseseenens 706.03(8) 0000 s 804.01, 804.02, 822, 822.01
Full anticipation, expression recommended.......706.02(i) Perpetual Motion .........cccoeveevennenenee e 706.03(a)
...................................................................... 707.07(d) Personal remarks avoided.............c.ccccvueuenen.. 707.07(d)
Function of maching..........ccoceevvveeicienciennns 2173.05(v) Previously alowed claim ..........ccoceeveenienene 706.04, 1004
Functional claim ........cccceenninenenennn 2114, 2173.05(g) Prima facie case of obviousness..............coueue.. 706.02(j)
Functional equivalents...........ccccooeverennnenennnn 2144.06 Printed Matter..........cooevevevnienercerecseseee e 706.03(a)
Genericclaim.....cocceeeveecenen, 715.02, 806.04, 809.02(a) [ 0 = AR 706.02

Genus and SPECIES.....cuveueeeereereereenen 806.04(h), 806.04(i) Prior art between applicant’ s foreign priority date and
......................................................... 2131.02, 2144.08 U.S. filing date............ccceevrurnenen. 201,15, 706.02(b)
Ground clearly stated............cce..... 706.02(j), 707.07(d) Product by process.........ccoeereneenenne 2113, 2173.05(p)
[NACCUIELE. ...t 2173.03 Product of NatUre.........cccoeveerennenereee e 706.03(a)
INncomplete.......ccoevvverennicnereee 706.03(c), 707.07(j) ProliX..oooveeieeesereesereese e 2173.05(m)
INAEFINItE.....ceeee e 706.03(d) Provisional rejection.................... 706.02(f)(2), 706.02(Kk)
I NOPEratiVENESS .....cvevveieeirieeie e 2164.08(0) e 706.02(1)(3)
Insufficient disClOSUNe..........ccovrveerenieierenien 706.03(c) Public sale (See aso On sale and Public use) .. 706.02(c)
Insufficient disclosure, trademark..................... 608.01(v) Public use (See also Public Use) ........ccceeveeee 706.02(c)
Interference, estoppe .......ccevvevevevevere e 2363.03 Public use proceeding..........cccceevrernene 706.03(v), 720.05
Interference terminated...................... 706.03(v), 2363.03 RaNgES.....cccvvvvereeeceeeenn 706.03(c), 2131.03, 2144.05
International publication asprior art................ 706.02(a), Recapturein reissue application..........ccccccvrvenee. 1412.02

......................................................... 1857.01, 2136.03 Reissue application

Judicial NOLICE.....c.eevveecee e 214403 Broadened claims............ 706.03(x), 1412.03, 2163.05
Language USed ..........covveeeeereeieenenns 706.02(j), 707.07(d) Defectiveoath........ccccceeveveveeievccen, 706.03(x), 1444
Linking claim.................. 806.04, 806.05(c), 809, 809.03 RECAPLUIE ... 1412.02
Markush, improper..........c.ccoeue... 2173.05(h), 2173.05(0) REPEALED.......ccvireeeriirieicee s 707.07(f)
MUILIPIICITY .t 2173.05(n) ResjudiCata........ccoovveerereeeriricseeeeseees 706.03(w)
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Rejoinder--Request for Continued Examination (RCE)

Sec. No.
Scientific prinCiple......ccoevereriv v 706.03(a)
Secondary considerations...........cccevveeeereereennenns 2131.04
Singlemeansclaim.........ccccoceevrniniincnne 2164.08(a)
Species and genus.........cceceeeeeeeneenen. 806.04(h), 806.04(i)
................................................. 2131.02, 2144.08
Statement Of ..o 707.07(d)
Statutory bar................. 706.02(a), 2133 to 2133.03(e)(7)
Suggested claims not made............ccccoveverenene 706.03(u)
TeChNICAl.....c.eeeeeeeee e 706.03
Trademark or trade name..........c.ccoeceverecnienee 608.01(v)
Undue breadth.........ccoooveevinncninnnn 2163.05, 2173.04
ULHHIEY o 706.03(a), 2107
VAUE.....eeuieieieeeste ettt 706.03(d)
Well knownintheart.........cccccoovvvnnceienenenenn, 2144.03
Rejoinder.......ccccoovvveieninnnnn 806.05(c), 806.05(f), 806.05(h),
........................................................... 806.05(i), 809, 812.01,
.................................................. 821, 821.01, 821.02, 821.04,
........................................... 821.04(a), 821.04(b), 1302.04(h)
Related inventions..........c.cccceeenee. 802.01, 806.04(b), 806.05
............................................. 806.05(j), 808.02, 809.03
Rejoinder of, generic or linking claim allowable
...................................................................... 821.04(a)
Rejoinder of, product claim allowable.............. 821.04(b)
Related inventions, SPECIES ........cceereerereeenienenn 806.04(b)
Remailing Office action........cccccecvvvvvvennne 707.13, 710.06
Remand by Board
AFFIAVIT. o 1211.02
AMENAMENE......oiiiiieirieie e 1211.01
Further search ..o 1211.03
T 1= 41 - 1211
Ex parte reexamination...........ccccocvveevreniennn 2274, 2275
Inter partes reexamination..............cccee.e 2675, 2675.01
......................................................... 2677, 2681, 2682
SPECIA ..ot 708.01
Removal of application from Office......cccccevvvevernrnnnnn, 101
Renumbering claims...........ccccoveveeveievcce e 1302.01
Reopening after allowance.........cccoceeerevenciennenne. 1308.01
Reopening after court decision.........ccccocceveeereneenne. 1216.01
Reopening prosecution after Action Closing Prosecution in
inter partes reexamination.............cccceevennene 2673, 2673.01
Reopening prosecution after Board decision ininter partes
FEEXaMINGLTION ......oiviieiieiee e 2682

Replenishment of deposit accounts (See Deposit account:
Replenishment)
Reply (See also Amendment; Period for reply)
After abandonment .........ccccovevreiriinenniene e 714.17
After Board decision..........ccceeeeeeennee. 1214.01, 1214.06
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Sec. No.

After final rgection.........cccceevvvveceeieenen, 714.12,714.13
By filiNg RCE ..o 706.07(h)
Within 2 months..........ccoooevineinincneees 706.07(f)
Attorney arguments..........coceeeeeeeerieenne 716.01(c), 2145

By patent owner in inter partes reexamination (See
Reexamination, Inter partes. Response by patent
owner)

By third party in inter partes reexamination (See
Reexamination, Inter partes: Response by third party)

Complete.......cooevirinereneereees 714.02 to 714.04
Copying claim from patent not areply............. 711.02(b)
Election requirement ...........ccocoveverienerieeieennens 809.02(a)
........................... 818.03(a), 818.03(b), 818.03(c)

Formal Matters ........ovevereresie e 714.02
Incomplete........ccocvvvvernnnne. 710.02(c), 711.02, 711.02(a)
.................. 711.03(a), 714.02 to 714.05, 2266.01

In ex parte reexamination...........ccceeeeeeeeeneeneseseenees 2266
Incomplete, election of specieslacking............ 809.02(a)
............................................................. 818.03(b)
Incomplete, proceedings not stayed by petition ....... 1002
Incomplete, time for completing............... 710.02(c), 711
........................................................... 714.03, 2266.01

[ £ SO 711, 711.02
Late, eXCUSEL.......cevereeieriereeieriereeie e 710.02(d)
Patentability pointed out......... 706.02(b), 714.02, 714.04
Restart period for ... 710.06
Restoration of canceled matter ............cccoceveee. 608.01(s)
Restriction requirement.........c.ccceeeveeereneeene 818 t0 819
Signed by al applicants........c.ccoceevereeenieninnenn 714.01(a)
Statutory Period........cccveeeeeveeiierese e sese e 710.01
Unmatched with application file...........ccccevenee. 508.03
REPIY DIEf ... 1208
Representative capacity .........cccveeervenene 402, 405, 714.01(c)
Cannot expressly abandon...........ccoccevereenene 711, 711.01
Cannot sign terminal disclaimer.........cccccccevvviviennnne 1490
INEEIVIBWS. ...t 405
Representative of foreign assignee.........cccccevevenenenne 302.04
Representative of inventor or owner.................. Chapter 400
Representative of reqUESLEY..........covvvrereeceerereneseieens 2213
Representatives of out-of-town attorneys..........c.cceeveeeee. 408
Republication of PG-Pub..........ccccccooivvivieneciccicccens 1130
Request for Continued Examination (RCE) .......... 706.07(h)
After aloOWanCe........ocoovvvveve e 1308
Conditionsfor filing........ccceveerveverererereseenn, 706.07(h)
Design application..........cccccvveeeceeieeiesesese s 1502.01
Improper CPA treated as.........ccccceeveveeenieenene 201.06(d)
Inter partes reexamination of ...........cccccoevenieienennn. 2611



INDEX

Request for ex parte reexamination--Restriction

Sec. No.
Submission requirement ...........ccceeeevereeeereennn 706.07(h)
Suspension of aCtioN iN........ccccveeevene e, 709
Terminal disclaimer, effect in.........cccocveviienennene 1490

Request for ex parte reexamination

[D1= oIS o] a let 1= (- VO 2242
Facsimile submission not permitted...................... 502.01
Notice of request in Official Gazette..............c.c....... 2229
Requester’ s representative........cocoeeveeeeeeeecieneenn. 2213
Timefor filing.......ccooveeverieiereree e 2210, 2211
TiMeto deCide ....ocvveeeeeeeeeee e 2241

Request for inter partes reexamination (See Reexamination,
Inter partes. Request; Reexamination, Inter partes:
Decision on the request for reexamination)

Request form (PCT/R0O/101) ......1812, 1821, 1844, 1844.01
Request for patentability report.................... 705.01(e), 1003
Request for reconsideration of patent term adjustment
........................................................................... 1002.02(b)
Request for rehearing of Board decision.............. 1002.02(b)
.................................................. 1214.01, 1214.03, 1214.04
Inter partes reexamination...........ccccceeeeevennene. 2682, 2683
Request for reinstatement of period of patent term
AAJUSIMENE ... 1002.02(b)
Request for Statutory Invention Registration (PTO/SB/94)
FEPrOAUCE.......eieieireiier e 1101
Request to convert provisional application to nonprovisional
F=10] o] 1Yoz (o] o 1T 1002.02(b)
Request to issue patent in name of assignee after issue fee
PAI. ...ttt 1002.02(r)
Requirement for information.................. 704.10 to 704.14(d)
............................................ 706.02(c), 710.02(d)
.............................. 1901.06, 2122, 2123, 2307.05
After thefirst action on the merits.........c..c....... 704.11(b)
Authority for requirement...........cccoceverveererenennen. 704.10
Consideration of information submitted ........... 704.14(b)
.............................................................. 707.05(b)
Format of requirement ..........ccccvcvrevvereeennne 704.14(a)
Relation to duty of disclosure................. 704.12(a), 2005
Relationship to information disclosure statements
............................................................. 704.14(d)
REPIY 10, 704.12
Elements of acompletereply ........ccccccvvvenenee. 704.12(b)
Time periods for ..., 704.13
Treatment of anincompletereply ................. 704.12(c)
Scope of requirement ...........ccoceeerenen. 704.11, 704.11(a)
What information may berequired...... 704.11, 704.11(a)
When requirement may be made..............c........ 704.11(b)
Requirements must be repeated.............cccoeeeereennee 707.07(e)
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Sec. No
Requisites of the application..........cccceeevereveseneseseene 702
Resjudicata.........ccccovennns 706.03(w), 707.07(g), 2259, 2659
Rescission of nonpublication request .................. 1123, 1124

Rescission of Previous Nonpublication Request (35 U.S.C.
122(b)(2)(B)(ii)) and if Applicable, Notice of Foreign
Filing (35 U.S.C. (b)(B)(iii)) form PTO/SB/36

(07 = o OSSPSR 1123, 1124
REProduCEd ..o 1135
Reservation clause in application .......... 608.01(e), 608.01(t)
Residence, Applicant’s.......c.ccoeeevenenenee 605.02, 719.02(b)
Resignation of examiner, old cases specidl................. 708.03
Respondent Brief in appeal of inter partes reexamination
......................................................... 2675.01, 2675.02
Response (See Reply)
Restriction (See aso Election; Election of species)
................................................................. Chapter 800
ACHiON, EXaMINEL'S.....ccveiieeee e 814 to 817
Action after, SpeCial........ccooevrereineneeereeee 708.01
ACtion ON the MENtS.....coceveve e 810
Apparatus and process or product ................ 806.05(€) to
............................................................. 806.05(g)
Application referred to second examiner ................... 815
BaSiS.. .ot e 802
Burden, Without SErOUS............ccveeevueeicieecee e 803
Claimed subject Matter..........ccoovveeeveeieeieeresie s 806.01
Claimsto divisible inventions added
before action ..........cccveveenencniseee 818.02(a)
Combination and subcombination
............................................ 806.05(a), 806.05(c)
CONtINUALTON......ceverieieiirie e 819
Design appliCation..........coceeerereeinneeenenese s 1504.05
D= 1T a1l (o] o (SRS 802.02
Distinct invention..........ccoceeeveveneennn. 802.01, 806, 806.05
DiStineCt PrOCESSES......verveeereiieerieire e 806.05(j)
Distinct products ........ccveeeveevenerere e 806.05(j)
Election other than express.........c.cceceeeeveeienieneene. 818.02
Election fixed by actionon claim..............cc.cce... 818.01
Final requirement ..........cocceveveienenneneic e 821.01
Grouped in parent application...........ccceevevvrennne 811.04
100 0] o/ CH S 803, 806, 808.02
Independent embodiments...... 802.01, 806.04(b), 806.06
Independent inventions ...........c.cceceeeee. 802.01, 803, 806
.................................................. 806.06, 808.01(a)
Intermediate-final product................ 806.04(b), 806.05(j)
INErOAUCLION. ..ot 801
Linking claim 806.04, 806.05(c), 809, 809.03, 821.04(a)
Linking claim, traverse of rgjection.................. 818.03(d)
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Restrictions on employees of Office--Right of priority

Sec. No.
Markush type claims..........ccoeveeeeveererenennen 803, 803.02
Nonelected claims, treatment of ................ 82110 821.03
Eligible for rgfoinder.........ccooeveneneneniecieereee 821
Reissue application.........ccceeererenene e 1450
Nonelected invention................... 706.03(m), 821.04(a)
Nucleotide SeqUENCES........ccccvvereveererereenen, 803.04, 2434
Patentability over prior art ..........ccccceeevenene 809, 809.03
Patentability report, effect.........ccocevvveininicienie 807
Petition from requirement.............ccocecvereeernene 818.03(c)
Process and product or apparatus...............c...... 806.05(¢e)
.............................................................. 806.05(g)
Product and process of USing ........cccceeevereeevenne. 806.05(h)
Product, process of making and using ............... 806.05(i)
Reasons for holding of independence or distinctness
.......................................................................... 808.01
Reissue application .........cccccevevevievesereennne 1450, 1451
Regjection of nonelected claims.................. 82110 821.03
Rejoinder.......cccoveeeennee 806.05(c), 806.05(f), 806.05(h),
................................................. 806.05(i), 809, 812.01,
........................................ 821, 821.01, 821.02, 821.04,
................................. 821.04(a), 821.04(b), 1302.04(h)
Related inventions............... 802.01, 803, 806, 806.04(b)
................................................ 806.05, 808.02, 809.03
Rejoinder of, generic or linking claim alowable
...................................................................... 821.04(a)
Rejoinder of, product claim allowable.......... 821.04(b)
Requirement...........coovevinenenceniene 812, 814 to 817
AddItional ........cooeveeeiirieeee e 811.02
After €eCtion.......coeeevire i 818
With traverse.......cccoceeeevevvseneenens 818.03(b), 821.01
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1.925 REProduCed .......cccvvveerierieenierieerie e 2640
1.927 Reproduced ........ccceeeeeeeevennrnieeiennen 2640, 2648
1.931 ReProduced .........ccceevevieveievesecese e 2646
1.933 ReProduced ..........ccocoerreeeenenieererieesesieeneeie 2684
1.935 REPrOdUCED ......cceevereeirierieerie e 2660
1.937 Reproduced ..........coceovevveeenireninnnene 2654, 2686.03
1.939 Reproduced ........ccceeceeveveerern e 2625, 2667
1.941 Reproduced .........ccoecvvreeeenernnnns 2666.01, 2666.02
1.945 Reproduced .........coceeeeienene e 2666
1.947 Reproduced ........c.ccoeeereneeienenineneese e 2666.05
1.948 Reproduced ........ccccevveeeeeereeiesenesinsnens 2666.05
1.949 Reproduced ........cccoeevevecveceennnns 2671.01, 2671.02
1.951 ReProduced.........ccoveveveeveneiese e 2672
1.953 Reproduced.........ccocoeevereneeieee e 2673.02
1.955 REPrOAUCED .......ovevirieerierieeeie e 2685
1.956 ReProduced.........ccooveveeereerieversese e 2665
1.957 Reproduced.................. 2666.10, 2666.20, 2666.30
1.959 REPrOdUCEd. .......cccevevieieierieeeie st 2674
1.981 Reproduced..........coceeeeeereeneiineseseeeeeeeens 2682
1.983 REPrOdUCED ......cccevireeeriirieenie e 2683
1.985 ReProduced.........coveveveereeriesersese e 2686
1.987 Reproduced............coecererveinireeenenieenenienene 2686.04
1.989 Reproduced.........ccocoeeveeereeiee e 2686.01
1.991 Reproduced..........cocoeereeerieeiee e 2686.03
1.993 ReProduCed........coerveerierieerieeee e 2686.02
1.995 Reproduced.........cccvevvveeeeeereere e 2686.03
1.997 Reproduced...........coevnenrevenireeinennns 2686.03, 2688
3.1 ReEProduCed ......coooiieiieiieeiee e 301
3.11 ReProduCed .......cooeeerieiririeieeseeee e 302
3.21 ReproducCed .........coeereeirerieieeeeee e 302.03
3.24 REProduCed .......cecvveveeieierierese e 302.01
3.26 REProduCed .........cevvrveeenirieieeriieeeeeee e 302.02
3.27 ReProducCed .........cceevveeererieinenieee e 302.08
3.28 REProduCed .........coeeerieiririeieeseeee e 302.07
3.31L REProduced ........cccvveeeeiererese e 302.07
3.34 ReProduCed ........ccccveeeeeiererese e 323.01
341 ReEProduCed .........cveereeeenerieieiriniee e 302.06
3.51 ReproducCed .........cceeveierenieineneeeeeeee 317.01
3.54 Reproduced .........coevveverenieinseee e 317.03
3.56 REProduced .........cceeveeeceererene s 317.03
3.58 REProduced .........ccoeeeeeiiiineneneeeeeeeee e 302
3.61 REProduCed .........coveerieeenericiririnieeeeiee e 302.04
3. 71 Reproduced .........ccccevereererieenerieeneins 324, 402.07
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3. 73 Reproduced ........ccovvveieeeieieeens 324,1410.01
3.8L ReProduced .........ccoeeiiiiieeee e 307
5.1 REProduCEd .......coeciriirieiriereeese e 120
5.2 REProduCed ..........coovireinirieiseneeese e 120
5.3 ReProduced .......cccvveveereeene e 120, 2309.06
5.4 REProduCed ......ccccevvvieeiireeeee e 120
5.5 REProduCEd ......ccooiviriiriireeieie e 120
5.11 REProdUCE ......coeveeeirieirierieeeie e 140
5.12 REProduCed ......cccoveeirieerierieienie e 140
5.13 REProdUCE ......ccereeeerieirierieesie e 140
5.14 REProdUCEd ......ccoeevveeeeieeeece e 140
5.15 REProduced ........ccccoeeiiieciirenene e 140
5.18 REProdUCED ......ccevieeirieirieieeeie e 140
5.19 ReProduCed ........cooeeriereririeine e 140
5.20 REProduCEd .......ceevveeeieieese e 140
5.25 REPrOdUCEd ......oceeevveeeeieeeese e 140
10.11 ReProduCed .........cooeverereeeeiene e 402
10.18 Reproduced ..........cccveeiereruecnnns 402, 410, 509.03
11.9 Reproduced .......ccovvvevveeerieeeene 402.01, 402.09
11.10 Reproduced ........cccocevevvvenene e 1702
41.39 ReProducCed ........cccooereeiienienenieneeee e 2275
41.61 Reproduced ........ccooveeveeninininienns 2674, 2674.01
41.66 Reproduced .........ccoceeveeueenne 2675, 2675.01, 2678
41.67 Reproduced ........cccevevereninrnnennenns 2675, 2675.02
41.68 Reproduced .......ccceeevvnviennnnne. 2675.01, 3675.02
41.69 ReproduCed ........cccooeveieneneneneeie e 2677
41.71 Reproduced .........ccceeererieieninieeeesie e 2678
41.73 REProduced .........coceoererieieninieineseeee e 2680
41.77 Reproduced .........coeveveriiinirenese e 2681
41.79 ReProduCed ........cceeevvvenereeeeeeeeree e 2682
41.8 Reproduced .......cccoceeeerieenienineiieens 2284, 2686.02
41.81 ReProduced .........ccoeoeeeriiieninieieese e 2682
41.102 Reproduced ........ccocevevevrereenennenns 2284, 2686.02
41.103 Reproduced ........ccocevereerereenennennns 2284, 2686.02
102.4 REProdUCEd .......ccvevvevieierceie e 103
S

Sale, On (See On sale)
Same attorney, interfering applications.......... 2305, 2309.02
Sample |etter on citation of prior art in patent............... 2205
SANCHIONS....c.eeeieeieeee et 410
Saturday, effect ontimefor reply .........c.c........ 502, 505, 513
...................................................... 710.05, 2504, 2506
Scanning inter partes reexamination papers.................. 2632



INDEX

Scientific and Technical Information Center (STIC)--Sequence listing

Sec. No.
Scientific and Technical Information Center (STIC)
............................................................................. 901.06(a)
Biotechnology sequencellistings.......... 2421.03, 2427.01
...................................................... 2427.02, 2429
Foreign patents...........c..c..... 706.02(€), 901.05, 901.05(c)
..................................................... 903.03, 905.06
HOUIS .o 1730
Litigation search ...........c........ 2240, 2287, 2640, 2686.04
Literature collection..........coceevveveceseneeeseneeeee, 719.05
Location and telephone number...........cccooeeeverienene 1730
Trandation assistance........cc.ceeuene.. 901.05(d), 901.06(a)
Scientific principle not patentable............c.coceenee. 706.03(a)
Scope of claims.......cccceveenneneee 904.01(a), 2163.05, 2164.08
Design application ..........ccccevveeveennnne. 1503.01, 1504.04
......................................................... 1504.05, 1504.06
SCOPE Of ClESS.....eiuieieieiereee e 903.02(b)
Scope of reexamination
EX PAe et 2258
INTEN PAMTES.... oot e 2658
Screening new application for security review ............... 115
...................................................................... 706.03(b)
SEAL...e s 604.01
NOt requIred........cceeeeiereie e 604.01, 604.03(a)
VBNUE. ..ottt 604.02
SEAMCN...eeiceee s Chapter 900
After reversal by Board of Patent Appeals and
INtErfErenCeS......ovveereeerce s 1214.04
Aidsin Scientific and Technical Information Center
(STIC) it 901.06(a)
Analogous art areas..........coceeeeeeieriienienie e 904.01(c)
Cards, subclass definitions..........c.ccocecevenenienne 902.02(b)
Claim analySiS......ceveeveerrrieresesese e see e 904.01
COMPULES ..ot 719.05
Databases (See Electronic databases)
Electronic documents...........c.cccceeee 707.05(€), 904.02(c)
[ I O I 1827
Field Of oo 904.02, 904.02(a)
Not to be given for patented inventions................ 1701
File wrapper notation................... 705.01(a), 719.05, 904
Incomprehensible disclosure...........ccocooiiiiienen. 702.01
In Technology Center, by member of public........ 713.02
Informal application.........ccceeevvverenneenne. 702.01, 704.01
INPADOC ...t 901.06(a)
INterferenCe.... .o 2301.01(b)
INEEMNEL.....c.eiiieere e 707.05(€e), 904.02(c)
MeEChBNIZE.......ccerirereeere e 719.05
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Sec. No.
Notesin classification definitions.................... 902.02(a)
Notesin file wrapper .......... 705.01(a), 719.05, 903.07(a)
Online database (See also Electronic databases)
............................................ 901.06(a), 902.03(e)
OULTINING ...t 904.02(a)
Patentability report........c..ccoevvveennn. 705.01(a), 705.01(b)
Prior €Xaminer’S......cooevveneeenenese e 704.01
Procedure ... 704.01, 904
Requirements for information............... 704.11, 704.11(a)
Restriction requirement...........cccveveevencenenennens 808.02
oo o= 2112
Selecting pertinent references ........ocovvvveeececiiennns 904.03
1L =TSPTSRO 306
Unduly extensive and burdensome.............cce...... 806.01
............................................ 808.01(a), 818.02(b)
Search exchange, United States-Philippines.................. 1711
Search NOteS bOX ENHES.......ccvvvreiriereee e 719.05
Search room, examingr’ SUSE........cocvevererieeneene e 510
Search facility hours........ccccoovvvveeceeeeerere 510, 1730
Search tools, automated...........ccccceevevevererenrennenn 902.03(e)
Searched BOX eNntries.........ccoeevivneinineiceeee e 719.05
Secrecy, INQENEral ... 101
Secrecy of international applications...........ccccoceverennee 120
“Secrecy Order” application.........c.ccoeeeveneenene 115, 120, 130
After declassification.........ccoeeevenneneinencccseceee 130
AlIOWANCE ....cvveecieeeee e 130
Commodity Control List .......ccooeieeerieneeieneeeseeeee, 120
COrreSpONdENCE. .....ccueiueeeeeeeieee e 120
Facsimile transmission of correspondence not permitted
............................................................................... 120
Final rgeCtioN........cccvvveieereceerec s 130
Interference ... 130, 2309.06
Petition for rescission or modification ............ccccc..... 120
015 U1 (o o S 130
REVIEW ...t 115, 140
Security, Application affecting........... 120, 121, 130, 140
Secret sale (See On sale)
Security interest in patent, recording (See also Assignment)
....................................................................... 313
Security markings........ccoeveveevenerieveseenn, 121, 130, 140, 724
Security screening of new applications................... 115, 140
Security Working Group 3640, applications submitted
............................. 121, 130, 706.03(b), 1002.02(c)(1)
Self-addressed postcard (See a so Postcard, self-addressed)
............................................................................... 503
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MANUAL OF PATENT EXAMINING PROCEDURE
Sequence listing--Shortened statutory period

Sec. No.
Sequence listing (See also Sequencerules).............. 2422.03
Database (See Sequence rules)
Hand delivery......ocoeoeinnc e 2422.09
Mail Stop (See aso Mail Stop)......ccceveerererennne 2422.09
Pre-Grant Publications (PG-Pub)..............ccoceeernnee. 1121
ST (S 11 01O 2422.06, 2422.07
Sequence rules (See also Biotechnology) ........ Chapter 2400
Amendments to sequence listing and computer
readable form ..o 2426
Amino acid definition .........ccoevvvvenericniereene 2422.01
Applications affected, new applications............. 2421.01
AULNOTIN. ...t 2430
Background information............ccccoceeeneeennne 2401, 2420
Bonafide reply ... 2421.03
Changesto rUIES........cocvvvveve e 2421.04
Coding regions, depiction of ..........ccccoecveeveveennnne 2423.02
Compliance requirement........c.cccceevvevnennn. 2422.07, 2429
Computer readable form requirement ....... 2422.04, 2425
Database.........co...... 2421.01, 2421.02, 2421.04, 2422.01
.................... 2422.03, 2422.04, 2423.02, 2424.02
................................... 2424.02, 2425, 2429, 2430
Definitions for nucleotides/amino acids ............. 2422.01
Effective date.......ocoevereeeveiinieeeccce 2401, 2420
Exclusive conformance requirement................... 2422.02
Extensions of time ........cccocovevrineinenecccene 2421.03
Format and symbols...........cccceeveveirccnennns 2423, 2423.01
Form paragraphs.........ccccoeeeeereeneie e 2427.01
Hand-delivery of sequence listings and
computer readable forms..........c.coeeverrenen. 2422.09
Helpful hintsfor compliance ........c.ccocveevvevececveeenen, 2429
Informational requirements for
sequence listings........cccceeeeee. 2424, 2424.01, 2424.02
Mandatory information items................... 2424, 2424.02
Miscellaneous requirements, information........... 2424.03
New appliCations.........cccceveverieveseneseseeeeieneens 2421.01
Noticeto comply.....cccoeevvenriernreninnns 2421.03, 2427.02
Nucleotide definition ..........ccceeeveierinevenenne 2422.01
Numbering of SEqUENCES..........ccvererererererieeene 2423.02
Numericidentifiers.......ccovevverncneenn, 2424, 2424.02
Official copy of sequencelisting .........ccceveveneene. 2422.04
PatentIn information ..........c.ccceeeveevenieennene 1730, 2430
Presumptions regarding compliance................... 2422.08
Previoudly filed identical computer readable
form, referenceto........cocevvveerevecnenccnene 2422.05
Replacement of sequence listing and
computer readable form .........ocooveveeveinenienens 2426
Sample sequence listing.......cccoeveerineenenncrees 2431
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Sample StAEMENES......ceeeeeerere e 2428
Sanctions for failure to comply .......ccccvvvvrenne 2422.07
Sequence identifier requirement............ccccoeene. 2422.03
Sequence listing requirement ............cccoeeevennne 2422.03
Patent Cooperation Treaty (PCT)........... 1823.02, 1848
............................................................................ 2430
Sequence presentation .........cooecvveeeereneennnennes 2423.03
Sequences embedded in application text............. 2422.03
Sequences in drawingS........coveevereereeneeerieennes 2422.02
Statement regarding content of paper and computer
readable COpIES ......cccevvevvvevrce e 2422.06, 2428
Statement regarding new matter ................ 2422.07, 2428
Summary of requIrements.........c.cccveerereeereecennes 2421.02
Variants of apresented sequence.........ccceeevveneee 2422.03
Voluntary complianCe........ccocveevveerieeneerieseeneenns 2421.01
WIPO Standard ST. 25, Appendix 2 Tables
ReProduced...........coeeeeeieriiire e 2422
Cited .o 2422.01, 2423, 2423.01
Sequences, restriction ........cevvveeeeeereereereeseenens 803.04, 2434
SENIES COUES.......cveeereiiere e 503
Series of dependent claims..........ccccceevenevesiennene 608.01(n)
Series, Patent (See Patent)
Service, proof of, in apetition for access ..........c.ceeruennee. 103
Service of citation in patent .........cccveeveverneneenennes 1901
Service of court papers on DIrector .........ccoccevvvveiennens 1216

Service of patent owner statement on requestor in ex parte

reeXamination .........c.ccoceeerereneeieeieseenie s 2242, 2266.03
Service of papersininter partes reexamination....... 2666.06
Certificate Of .....cocovveeeeevcice e 2620, 2666.06
Proof of service......cccvvveenenns 2666.06, 2666.50, 2667
To patent OWNES .........cceeeeereereeeeene 2620, 2654, 2666.05
To third party requestor................... 2654, 2666, 2666.05
Shift of €leCtion ........ccocvveviieee 819
Shoes (See also Search) ......cveveeeveieececcee e 901.07
Shortened statutory period (See also Period for reply;
ISP (01 (0] g Y o= 100 ) S 710.02, 710.02(b)
APPEE ..o 1205, 1214.06, 1215.04
Date of abandonment ...........ccoceevereicninecnnen. 711.04(a)
DIraWingS....ccveveeeeeeiesese e steseeseeaeseeseeseeseens 608.02(b)
Extension of time.......cccccevveveenns 710.02(e), 1002.02(c)
Final rgection........ccccccvvvevrcecceccnennenn, 706.07, 706.07(b)
....................................... 706.07(f), 706.07(g), 714.13
Informal application.........c.ccceveveeereienenecnerns 702.01
Information disclosure statement ..................... 609.04(b)
Interference ... 2307.02, 2363.02
L© 7 1 1S 602.03
QU 714.14



INDEX

Signatory Authority, Full--Species

Sec. No.
Reexamination, ex parte........cccccevereerens 2250.01, 2263
................................................ 2265, 2273, 2285, 2286
Statutory Invention Registration (SIR) .......... 1103, 1107
Time limits compared.........cccceeeeeeieneneresene. 710.02(d)
Signatory Authority, FUll ..o, 1004
Signatory Authority, Partial ..........ccccoevvevienecieeieecenens 1005
Signature
Alteration in specification signed ..........ccccoeennee. 608.01
AMENAMENT......oiiiieeieeee e 714.01
Signature improper ........ccoeeeeeeneen. 714.01(a), 714.01(c)
............................................................. 714.01(d)
SIgNatUre MISSING ...ccveeveveeeeereeeeeeseese e 714.01(a)
Signed by applicant, not by attorney of
L= 000 o [P ORRRPRURPN 714.01(d)
Signed by attorney not of record ..........ccccveeveveennene 405
Applicant.........cccovvvennee. 605.04(a), 605.04(d), 605.04(€)
Applicant changes name.... 201.03, 605.04(c), 719.02(b)
Applicant, international application.............c.c......... 1820
Applicant unable to Write..........ccoeevereccnienee 605.04(d)
Application Papers.......cccceeveeeeeereeresese s 605.04(a)
Attorney or agent not of record..........cccceeveveverereenne, 405
Certification, effect Of ........cccocevvcvieiniireiccee, 401, 410
Continued prosecution application.................... 201.06(d)
Correction of NAME ......cccoeveerereec e 605.04(c)
Express abandonment ..........ccccccevveeveniennene, 711, 711.01
Facsimile........cccooveinnciiccee 502.01, 502.02
Full, first or middle name...........cccccoevevevnnnennn. 605.04(b)
Required 0N every Paper ........ccocoeeereeerieeseeneseeneees 402
Tl WIth....coeec e 605.04(€)
Uniformity with name.........c.cccoovevviveenceeeeneenn, 605.04(b
Signing, continued prosecution application ........... 201.06(d)
Signing examiner’sletter ................. 706.07, 707.08, 707.09
Signing file Wrapper.......coccveveninerceceee 1302.13
Simulated tests in the specification ... 608.01(p)
Simultaneous issue of patents........ccocvveveererceeiiennns 1306.02
Singlemeansclaim ........ccccoeeveveieceieinn, 2164.08(a), 2181
Size of paper (See A4 size paper; Paper size)
Sketch of subject matter of claims.........c.ccccoovveeee 904.01(a)
SMmall BUSINESS ACE .....coveeeiiriiieierieeesee s 509.02
Small Business Administration ...........cocceeeevveeeennne. 509.02
Small entity status (See aso Fee)
Change Of StatUS..........ccceerereeireieereeeseeee 509.03
Claiming SALUS ......ccceeririeerereecreeeereeee s 509.03
COrrecting Status.......ccvevveveresieseseeeereeseesee e 509.03
DEfINItION......ciiiieece e 509.02
Established in parent application....................... 201.06(c)
FOES. ..ttt 509.02
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Government organi Zations ..........cceeeeeeveeveeseseneens 509.02
IMProper PaYMENL ........ccoeveererreeiee e see e 509.03
Independent iNVENLON ...........cccveeerereeeneeseneenens 509.02
Maintenance fees........ccccovevevereennne 509.03, 2515, 2550
Nonprofit organization.............c.cceeeervenene. 509.02, 509.03
RefuNd......ccooveee e 509.03, 607.02
Small bUSINESS CONCENN ..o 509.02
Statement verified ... 509.03
Transfer of invention rights..........ccoeevennieneene 509.02
Solicitor’s Office (See Office of Solicitor)
Sources of information to disclose.........cccovveererenee 2001.06
Specia application.........ccoceveevvivrnceneneeeeens 708 to 708.03
Accelerated examination ...........ccccoveeererenenennns 708.02
Allowable application, except for form............. 707.07(j)
.............................................. 710.02(b), 714.14, 1301
Appealed application..........cccceeeveeceeierese s 1204
Applicant’sage, health....................... 708.02, 1002.02(s)
Biotechnology case, small entity..........ccocccevvenenene 708.02
CaNCES ..o 708.02, 1002.02(s)
Counter-terrorism inventions............. 708.02, 1002.02(s)
DINA e 708.02
ENEIQY oo 708.02
Environmental Quality Program .............c..c.... 1002.02(s)
Five year pendency........ccovenenecneneeneneenens 707.02
HIV/AIDS ... 708.02, 1002.02(s)
Infringement...........cooeveeeienieiene e, 708.02, 1002.02(s)
Interference with apatent..........cocooeeveicccienn 2307.02
LIS ettt e 708.01
ManufaCture..........ccoeveevenneneieniens 708.02, 1002.02(s)
Patent printing Priority ........ccccveeeverieeieeiereseseeseeens 1309
Petition to make..........ccoovererernennne 708.02, 1002.02(s)
Reexamination
EXParte....c.oociieieeeeeee e 2261
INTEN PAMTES. ..o 2661
Reissue application..........cccceveveveiennns 706.03(x), 1442
Remanded by Board............ccocooinenieninienicieee, 708.01
Revived applications...........cccoveveeneneenenennens 711.03(c)
SUPErcoNAUCEIVILY .....covvvveeeriiieereeee e 708.02
Special examining procedure...........coovevveveereererereenens 708.02
Special Program Examiner (SPRE) ............ 103, 706.02(1)(1)
................................ 1456, 1825, 1845.01, 1851, 2238
........................... 1896, 2233, 2237, 2246, 2283, 2286
........................... 2287, 2289, 2294, 2295, 2633, 2638
........................... 2647.02, 2664, 2670, 2671, 2686.01
.................................................... 2687, 2687.01, 2689
Petitions decided .........ccccovveveiieievciecececes 1002.02(s)

Rev. 3, August 2005



MANUAL OF PATENT EXAMINING PROCEDURE
Species--Statement of invention, coextensive
with claims

Sec. No.
SPECIES ... 806.01, 806.04, 806.04(b), 806.04(d)
................................... 806.04(e), 806.04(f), 806.04(h)
................................... 806.04(i), 808.01(a), 809.02(a)
Anticipation by ageneric chemica formula....... 2131.02
Anticipation of agenus by the species................ 2131.02
Cancellation of speciesclaims................. 821.01, 821.02
Claimsrestricted t0......ccooeveeeverirereceeeee 806.04(e)
Election of (See Election of species)
HOW recognized.........ccceceeeeeeveerese e 806.04(f)
Independent inventions............ccceue... 802.01, 808.01(a)
Mutually exclusive characteristics...........c........ 806.04(f)
ObViousNESS Of ... 2144.08
Patentably distinct........ccoveveveecevere e, 806.04(h)
Patentability over genus...........ccccevveveevenevnennn, 806.04(h)
Plural......ccooveeviiieiieienne 706.03(k), 806.04, 808.01(a)
REISSUE. ...ttt 1450
REECHON ....covveeiricereeeee 806.04(h), 2131.02
ReElEEd ..o 806.04(b)
Withdrawal of species claim.................... 821.01, 821.02
Specification (See also Disclosure)................... 608.01, 2161
Amendment, manner of making ........cccceceverervrenne. 714
ATTaNgEMENT ....oveeeeeeee e e 608.01(a)
Background of theinvention..............ccccoevnenee. 608.01(c)
Best mode (See also Best mode)........cccovevveeeiennnnnn, 2165
Brief description of drawings..........ccccceeveeeeeene. 608.01(f)
Brief summary of invention..........c.ccccecevenienene. 608.01(d)
British English spellingSin.......cccceevvcvnievenvnennnne 608.01
British provisional and complete..........cc.ccoevevenen. 201.15
Changes prior to filing .........ccoceeeevenene 601.01(a), 608.01
Completeness........c.ou... 608.01(p), 2161, 2163 to 2165
COomMPUEES TISES...ceeiieieeeireeeeeree s 608.05
Confused by amendments.................. 608.01(q), 1302.02
(000101101 00 TS 608.01(a)
Continued prosecution application.................... 201.06(d)
COoPYHGNES N .o 1512
Correction by examiner’samendment ..........cccccoecevereenee.
.................................................. 1302.04 to 1302.04(g)
Correction by initialing........ccccceveveveieeeseenene. 1302.04
Cross-noting of related applications.................... 1302.04
Defines claim term.......cccoeceeevevene e 2111.01
Derogatory remarks prohibited.............c.c....... 608.01(r)
DesCription.......ccovveeeeeereeeene 608.01(g), 2163, 2163.02
Design appliCation ........c.coveeveireneeeseese s 1503.01
Detailed description of invention...................... 608.01(q)
Enablement (See also Enablement)...........cccccceeeee. 2164
English language........ccoovvvveverceeieeesesesese e 608.01
Facsimile transmission..........cccooeveeeeereeesienenennnn, 608.01
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Sec. No
FONE e 608.01
FOIMEL .....cooiee e 608.01
HTUSLFELTIONS 1N 608.01
Incorporation by reference.........c.ccoceevvieveevnienn 2163.07
Interlineation prior to filing........c.ccccoveveiinenrnnen. 608.01
Language faulty.........ccoooveienenecininec e 608.01
MiSSING PAGES. ... eeverveerrerieeeterieeere et seeeeeens 601.01(d)
New matter ........cccoveererennn 608.04, 706.03(0), 2163.06
Omitted PagES........ceerereererererieenenienene 201.17, 601.01(d)
Paragraph nuUmMDbering .........cccoeeevenccnenennens 608.01, 714
PaITS....ceiieiee e 608.01(a)
Provisional application..........c.ccccovevecviennenen. 601.01(b)
Reference characters corrected...........covevnerennee 1302.04
Reissue application...........ccoevereneneneeeienee e 1411
ReqUIrementS for ......ccovverereee e 2161
RELUMN....ceeee e 608.01
REWTITEN ..o 608.01(q), 1302.02
ST L0 = 605.04(a)
Substitute, amendment including.............. 714.19, 714.20
Substitute specification .......... 608.01(q), 714.19, 714.20
Pre-Grant Publication............ccocveeeeevvenennnnnnnenns 1120
Summary of invention..........ccccceecevevenieveseene, 608.01(d)
Table submission on compact disc................... 608.05(b)
Terminology basisfor claims............ 608.01(0), 2163.07
Title of INVENtION........ccocviiriieee e 606
Title of invention changed...........cccovveninneniennn 606.01
TrademarkSiN.... ..o 1512
Transfer to another application............ccccevenee. 608.01(t)
Written description (See also Written description) ..2163
Specimen, Composition of matter ...........ccccceevevennenne. 608.03
Specimen, Handling..........ccoeevineeninncniecnene 608.03(a)
Specimen, Plant application..........ccccceveveverinvesesnnnens 1607
Stamp
Drafting, no longer required..........c.cocevveneenene 608.02(0)
Technology Center date .........cooevervveccnenecenienenn 714.18
Office date.......c........... 502, 505, 506, 710.01(a), 714.18
Standards of review by the Federal Circuit .............. 1216.01
Statement applying the prior art in an ex parte
FEEXaMINGLION ...cveeeeeeeeeieie e 2217
Statement applying the prior art in an inter partes
FEEXAMINALION ...c.cvveereees e 2617

Statement, Examiner’s (See also Action)
Statement by inventors when changing inventorship .201.03

Statement by owner in ex parte reexamination.............. 2249
Statement of allowability by Board.............ccccoueeenee. 1213.01
Statement of invention, coextensive

WIth ClaimS.......cooiiiie e 608.01(d)



INDEX

Statement of invention, reviewed on allowance--Statutes

Sec. No.
Statement of invention, reviewed on allowance....... 1302.01
Statement, Prior art (See also Prior art).......... 201.06(d), 609
SEAEUS INQUITTES. ... 102, 203.08
CoNgressionNal ........ooeveeeeerieeiee e 203.08(a)
MaintenanCe feeS......covvvirerieerere e 2570
WhiIt€ HOUSE ..o 203.08(a)
SEAUS IO o 203.08
Status letter database.........ocvvvvevvervinieiriese e 203.08
Status of appliCation..........cccvereerereieneneereeee 102, 203
AbaNdoNed.........coovvereeeee e 203.05
Allowed Or INISSUE.......cevieeirere e 203.04
AMENAEd.......cooiiiriieereee e 203.03
INCOMPIELE ... 203.06
NEW. ..ottt 203.01
Parent patent application...........ccccoevvvrvenene. 102, 201.11
Priority ClaimsS........ccocevevievisie e 102
Published application...........cccooveevienieciieserese e, 1128
Referred toin foreign patent............ccocevereeeiecienienne 102
REECIED ... 203.02
Statute, CItation.........cocevveevereiriereee e Introduction
Statute of limitations
Citation of Prior art........cccceeeeievesienecceeceereece e 2204
Term of biological material deposit..........cccceeeeenee 2408
Time for requesting ex parte reexamination .. 2210, 2211
Time for requesting inter partes reexamination....... 2611
Statutes
Atomic Energy Act Cited ........ccoeiereennne 120, 140, 150
.................................... 706.03, 706.03(a) to 706.03(b)
Freedom of Information Act...........ccccceeee 1002.02(k)(2)
Public Law 87-333 Cited .......ccccvveverereereneeeee 201.13
Public Law 94-131......ccooeoevieereeeseeseseenes 608.01(n)
Public Law 96-517................... 509.02, 2201, 2209, 2501
Public Law 97-247.......ccccoeeeeieececee e, 509.02, 511
............................................................ 711.03(c), 2501
Public Law 98-622..........cccoevvreneirienenienieesieeene 605.07
.................................................... 706.02(k), 804, 2501
Public Law 100-418, Section 9101(c), (d) ........cccv..... 140
Public Law 102-204.........cccoovveeieeeeeseeeeseee e 2501
Public Law 102-444..........coooveoiieneneeee e 2501
Public Law 103-465................ 201.03, 201.11, 601.01(d)
................................ 706.07(g), 707.05, 715, 715.07(c)
..................................... 803.03, 804.02, 2132, 2138.02
Public Law 105-358.........cccceoieieeieeieeieceeeee e 2501
Public Law 106-113........... 201.04(b), 201.11, 201.14(b)
............................ 505, 510, 512, 706.02(a), 706.02(k),
................................................ 706.02(1)(1), 715, 1402
........ 2201, 2273, 2279, 2501, 2601, 2602, 2611, 2642
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Public Law 107-273 Cited.............. 706.02(a), 706.02(k),
........................ 706.07(a), 2201, 2242, 2258.01, 2273,
............................................... 2279, 2601, 2612, 2683
Public Law 108-453 Cited.......... 706.02(k), 706.02(1)(2),
............................................. 706.02(1)(3), 804, 804.03
.............................................................. 2136.01, 2146
Public Law 506 (81st Cong.) Article 136 Cited
..................................................................... 604.03(a)
Revised Statute of 1874.........cccovvevevvecenenen. Introduction
BU.S.C. 552(8)...ccrveuerereeererinienenenieeseseeenenens 2422, 2423
5U.S.C. 6103 Cited ......cvvereriireriererie e 710.05
TU.S.C. 2320 ..ot 1612
10 U.S.C. 140(C) Cited.....ccoorurueerirrireriniecreriee s 120
15U.S.C. 15(0) Citel......oovrverreereereeereeereeseeeseeeseieees 101
15 U.S.C. 1062 Cited .....coveereerieirierieerieneeesieseeeseens 513
17 U.S.C. 401 Cited ...ovveeeievieeeevieenie st 1512
17 U.S.C. 909 Cited ....covevveerrieerernen 608.01, 608.01(v)
18 U.S.C. 1001
(O] 1= o N 402, 711.03(c)
...................................... 715.04, 716.02(g), 2428
REProduced.........ccereeierierieeeeee e 602
18 U.S.C. 1905 Cited .....oovveerririrrsieeee e 101
18 U.S.C. 2071 Reproduced...........coeerveneeeerereneennenes 101
1B U.S.C. 2331 ..t 708.02
20 U.S.C. 1000 Cited ......ccevvrreerrriecrienieesieneenens 509.02
26 U.S.C. 501 Cited .....covveririririnieiseneese e 509.02
28U.S.C. 1745 Cited ...cooervreereririerieecereieesieienes 901.05
28 U.S.C. 1746
(O] 1= o T 602, 2301.02
REProducCed.........cceeeeeievese e 602
35 U.S.C. 2 Reproduced ..........covvvvvreerenerineniennenns 1001
35 U.S.C. 3Reproduced ..........ccocvvvrvrierervninerienienns 1001
35 U.S.C. 4 Reproduced .........cccoeveeerenieieneniecsieee 309
35 U.S.C. 6 Reproduced ..........ccoeoerereenenieeniiines 1202
35U.S.C. 7 Reproduced ........ccceovevevvrerensennn, 901.06(a)
35 U.S.C. 8 Reproduced ..........covvevereerinincnenne 903.01
35 U.S.C. 21 Reproduced ...........coou.... 511, 513, 710.05
35 U.S.C. 22 Reproduced .........cccoereeeerereneenerinnene. 608.01
35 U.S.C. 25 Reproduced ........ccovvvvereeeereeneeneeneeen, 602
35 U.S.C. 26 Reproduced ........ccceeevereeeereeneseeneeen, 602
35 U.S.C. 41 Reproduced .................... 2268, 2501, 2668
35 U.S.C. 41.31 Reproduced .........ccvvvuevrueereennnnns 1204
35 U.S.C. 41.33 Reproduced .........ccccvveerereeeniennenes 1206
35 U.S.C. 41.37 Reproduced .........coceeeeeveveernnnnnnns 1205
35 U.S.C. 41.39 Reproduced .........cccvvrervrirrerennnne 1207
35 U.S.C. 41.41 Reproduced .........cccvvvervrieereennenes 1208
35 U.S.C. 41.43 Reproduced .................... 1207.05, 1208
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Statutes--Statutes

Sec. No. Sec. No.

35 U.S.C. 41.50 Reproduced .......ccccevvvvveerennnn. 1207.05 35 U.S.C. 161 Reproduced .........ccoevveveerevennsinnnnns 1601
35 U.S.C. 41.52 Reproduced .........cccceeverevrinnns 1214.03 35 U.S.C. 162 Reproduced ..... 804, 1605, 2105, 2403.02
35 U.S.C. 41.54 Reproduced ........cccoeevvvvcervrinnnn 1214 35 U.S.C. 163 Reproduced .........ccoceevvvreeerirrenereenes 1601
35 U.S.C. 41.6 Reproduced .........coceeveevievnrnnns 1213.03 35 U.S.C. 164 Reproduced .........ccoceevvvreeerirrenerennes 1608
35 U.S.C. 42 Reproduced .......ccevveveeveenererninnennn 607.02 35U.S.C. 171 Reproduced .........cccoeeeneee. 1501, 1504.01
35 U.S.C. 100 Reproduced ........cccvvvveeereeceeierennn, 701 35 U.S.C. 172 Reproduced .................. 1504.02, 1504.10
35 U.S.C. 101 Reproduced ................ 701, 804, 2107.01 35 U.S.C. 173 Reproduced .........ccoceevvvrevrrnenerennes 1505
35 U.S.C. 102 Reproduced .. 706.02, 706.02(a), 1504.02 35 U.S.C. 181 Reproduced .........cccceevrvriererenieeneennns 115
........................................... 1857.01, 2131, 2132, 2133 35 U.S.C. 182 Reproduced ..........ccceeeveeenvneee.... 706.03(S)
...................................... 2133.03(c), 2134, 2135, 2136 35 U.S.C. 184 Reproduced .......................140, 706.03(s)
...................................... 2137, 2138, 2217, 2258, 2617 35 U.S.C. 185 Reproduced ....................... 140, 706.03(s)
35 U.S.C. 102(e), former Reproduced .................... 2136 35 U.S.C. 186 Reproduced .........cocvvvevvreneeerieneninnnnne 140
35 U.S.C. 103 Reproduced ................... 706.02, 706.02(1) 35 U.S.C. 187 Reproduced .........cccvvuevreneeesienennennans 140
................................... 706.02(1)(1), 706.02(n), 804.03 35 U.S.C. 188 Reproduced .........cccccevveveererieenrennnn... 140
.................................................... 1504.03, 2141, 2146 35 U.S.C. 251 Reproduced ....................... 1401, 1412.03
35 U.S.C. 104 Reproduced .........ccovevreveernennene 715.07(c) 35 U.S.C. 252 Reproduced .........cccoeevveveevieneniniennnnns 1460
35 U.S.C. 111 Reproduced .............. 201, 201.04(b), 601 35 U.S.C. 253 Reproduced .........coevvvvrievrinnenenennns 1490
35 U.S.C. 112 Reproduced ........cccvveveererinivnrennas 1504.04 35 U.S.C. 254 Reproduced .........ccceevvvvrievrienenrernenns 1480
35 U.S.C. 113 Reproduced .......cccvvreeererreneernnnes 608.02 35 U.S.C. 255 Reproduced .........coeeveneeerienencnienes 1481
35 U.S.C. 114 Reproduced ........cccevvvvvvverriennnnn, 608.03 35 U.S.C. 256 Reproduced .........ccoevveeeveereennnne. 1481.02
35 U.S.C. 115 Reproduced .......cocvvvrererinenerinninnenns 602 35 U.S.C. 261 Reproduced .........cocevvvivrenerenieeninnnnns 301
35 U.S.C. 116 Reproduced .........cccovenenee. 409.03, 605.07 35 U.S.C. 262 Reproduced .........cccevevvrenerenieieninnnnns 301
35U.S.C. 117 Reproduced ........ccooeverereenennen. 409.01(a) 35 U.S.C. 267 Reproduced ..........oceeerenenerenieenienenne 710
35 U.S.C. 118 Reproduced ........cccvvreeereenveeeneene 409.03 35 U.S.C. 293 Reproduced .........coevereriererieneenenn 302.04
35 U.S.C. 119 Reproduced ........ 201.11, 201.13, 201.16 35 U.S.C. 294 Reproduced .........cccovveeeeveeneesesensennnn, 311
35 U.S.C. 120 Reproduced ..........cc..... 201.11, 1504.20 35 U.S.C. 301 Reproduced..........ccoveervevrennns 2202, 2602
35 U.S.C. 121 Reproduced ........ccoeevrevrreriennnn 802, 804 35 U.S.C. 302 Reproduced .........ccoeevvevreevrienenrerienns 2210
35 U.S.C. 122 Reproduced ................... 101, 1120, 1122 35 U.S.C. 303 Reproduced .........ccoevvvvreevrieeererienes 2240
................................................ 1123, 1124, 1132, 1134 35 U.S.C. 304 Reproduced .........cccevvievirenienennee.n.. 2246
35 U.S.C. 131 Reproduced ........cccvvvveereeeeiereenn, 701 35 U.S.C. 305 Reproduced .........ccceveeerinnnnne 2254, 2261
35 U.S.C. 132 Reproduced ............ 706.03(0), 706.07(h) 35 U.S.C. 306 Reproduced ........cccceeevveerennnns 1216, 2273
35 U.S.C. 133 Reproduced ................... 710, 2268, 2668 35 U.S.C. 307 Reproduced ........cccceeevverernennns 2288, 2293
35 U.S.C. 134 Reproduced .......ccvvreeereeneeerinenes 1204 35 U.S.C. 311 Reproduced .........ccoeererererierencneenes 2610
35 U.S.C. 135 Reproduced ........cccevvveeerrccnnenas 2300.01 35 U.S.C. 312 Reproduced .........coeererererinnencnienns 2640
35 U.S.C. 141 Reproduced ........cceevevvevennnne 1216, 2683 35 U.S.C. 313 Reproduced .........cccceveveveererenniinnnns 2646
35 U.S.C. 142 Reproduced ........ccovveverereeennnnnns 1216.01 35 U.S.C. 314 Reproduced ............. 2654, 2661, 2686.04
35 U.S.C. 143 Reproduced ........cccoveveereriennrenas 1216.01 35 U.S.C. 315 Reproduced .........ccoeevvvrievrierieereenns 2674
35 U.S.C. 144 Reproduced .......cccoeveeeenereeeererennas 1216.01 35 U.S.C. 316 Reproduced .........cccoevreeeeenennes 2688, 2693
35 U.S.C. 145 Reproduced ........ccccevevvenverennnne. 1214.07 35 U.S.C. 317 Reproduced .........ccovvveveveerennnnne 2686.04
35 U.S.C. 146 Reproduced ........cceeveveeeveeieerennenns 1216 35 U.S.C. 318 Reproduced .........cccovvveveeereennnne 2686.04
35 U.S.C. 152 Reproduced ........cccvvvrerervnieerirsinnenns 307 35 U.S.C. 361 Reproduced .........ccoevvvvneevrerrenenennns 1805
35 U.S.C. 153 Reproduced ........cccveveeereenenerneenes 1309 35 U.S.C. 362 Reproduced .........ccceeervereeeereeienennenns 1840
35 U.S.C. 154 Reproduced ........ccvvreeereenenerinennes 2701 35 U.S.C. 363 Reproduced .........coeeverererieneneneenes 1810
35 U.S.C. 154, former, Reproduced ..........ccceeveneee. 2720 35 U.S.C. 365 Reproduced .........ccccevveevvernnnee. 201.13(b)
35 U.S.C. 156 Reproduced ........ccccvvvveervninerinennen 2751 35 U.S.C. 371 Reproduced .........ccoeevrvreevrennnne. 1893.01
........................................... 2752, 2755.01, 2758, 2759 35 U.S.C. 373 Reproduced .........ccccevvvevvrerienenenen... 1810
35 U.S.C. 157 Reproduced ........cccvvveevrivneererinnnn 1101 35 U.S.C. 374 Reproduced ...........cccueueneee. 1857, 1857.01
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Statutory authority of Director--‘ Sufficient cause’ for extension of timein ex parte reexamination

Sec. No.
42 U.S.C. 141 Cited.....ocoovverererieereeee e 120
A2 U.S.C. 181 Cited......ccovvrvreirrrieeeiesee e 120
42 U.S.C. 2182 Reproduced .........cccvvvvreeveerennsienens 150
42 U.S.C. 2457 Reproduced .........ccovvveevreneensienenns 150
Statutory authority of DIirector .........c.ccoeevereeererieenees 1001
Statutory bar.........ccccceenee. 706.02(a), 2133 t0 2133.03(e)(7)
Foreign application .........ccccccevevvevveiiennns 201.13, 1504.02
OVEICOMING ...t riesie e e e eaeas 706.02(b)
Rule 1.130 not available........cccceeeeeeeecenene e 718
Rule 1.131 not available........cccceeveeeeeceree e 715
Statutory classes of invention, utility ............c........ 706.03(a)
Statutory disclaimer (See Disclaimer; Terminal disclaimer)
Statutory estoppel in inter partes reexamination........... 2601
................................................................... 2612, 2614
Statutory Invention Registration (SIR)........ccccceee. 409.03(j)
................................................................ Chapter 1100
Defensive publication compared...........ccccccveueane. 711.06
EffECt Of ..o 1111
EXamination.........coceeeveeveieeciee e 1101, 1103
Provisional application ........c.ccccvevvievecenieeseesierennen 1101
Publication Of .........cccovevriineree e 1111
Refund of fEE...coviveirer e 1109
Rejections using........ccccceeeeeeeenne 706.02(a), 901.02, 2136
REQUESE FOF ... 1101
Secrecy order application.........ccceevvevveevereeceeseeien 1103
Statutory period (See also Period for reply: Shortened
statutory period) ......coceeeeeerieeienieneens 710.01, 710.01(a)
Abandonment for failureto reply ........ 711.02, 711.02(a)
APPEEL ... 1205
Broadening claimsin areissue application......... 1412.03
(0011910101 1= o /SRS 710.01(a)
Date from which period runs..........ccocceeeveereeneenen. 710.06
Date of abandonment ..........cccoovveevincinenieenn 711.04(a)
Full statutory period...........coeeevevenneneienieneeneneeens 130
INterferenCe. ... 2315, 2363
Not extendible...........cccoeevevcieieieie e, 710.02(e)
Postal Service emMergenCy ......occoeeeeereeerieeeeee e 511
Property rightsstatement ..........ccoooveevineinennicnees 150
Reexamination, ex parte.........ccccoeeveveeversenne 2265, 2272
Reexamination, inter partes.........cc.ccoeevveneene 2662, 2665
Secrecy order appliCation.........ccocvveeereneiesenieeseens 130
Shortened statutory period (See Shortened statutory
period)
Two periodsfor reply set.........cccuveeee. 710.04, 710.04(a)
Stay of reexamination
EX Parte...ccoocieeeeereee s 2284, 2285
Inter Partes.........ccevvevvevenene s 2686.03, 2686.04
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Stay Of FEISSUE......ceveeeereceeeeee e 1442.02, 2285
Stockholm Revision, Paris Convention (See a so Treaties)

.................................................................. 201.13

Strasbourg Agreement (See also Treaties).................. 903.09

STIC (See Scientific and Technical Information Center
(STIC))

Subclass, list of patent numbers...........cccceevvvruenene. 902.03(c)
Subcombination

Aggregation and...........ccceveverenennenece e 806.05(a)

Combination and..........cccevevenievenienie e 802.01

SPECIES .o 806.04(b)
Subgeneric Markush claims..........cccooeveieveienienns 2173.05(h)
Subject matter, design patent............c.cceeeveneee 1502, 1504.01
Subject matter, NONSLAtULOrY .........ccvvrerererieeneenn 706.03(a)
Subject matter combinations...........ccoceeveeeieeiiennns 903.02(b)

Submission of amendment or showing of facts after Board

AECISION ... 1214.01
Submission of patents or publications, third party........... 610
Submission to classification unit

Classification of application............ 903.08(d), 903.08(e)
Patentability report ........cccoooeveienieiiecreree 705.01(a)
Submission of prior art by applicant............ccc....... 707.05(b)
Submission of information by applicant................ 704.12(b)
............................................ 704.14(b), 707.05(b)
Subpoena by court, Application file..........ccceceeenene 1216.02
Subpoena of EXaMINEY .........ccccoerererere e 1701.01
Subscription correspondence address..................... title page
Substantial new question of patentability
In ex parte reexamination................ 2216, 2242, 2258.01
Ininter partesreexamination...........cc.cceceee.e. 2614, 2616
......................................................... 2617, 2640, 2642
Substitute application (See also Application)
.................................................................... 201.09, 201.10
ASSIGNMENE....eiiiirieieeeee e 306
Copendency 1aCKiNg ......coovvvrereveseneeeereereenee e 201.11
DEfINILION ... 201.09
Does not carry ownership from parent.............ccc...... 306
File wrapper/history notation .............ccceceeerereenns 202.02
Reference to parent application................ 201.09, 201.11
Substitute attorney or agent .........ccocvvveveeeereereeresesenees 406
SUDSEITULE 0@t ... 602.02
SUDSHTULE PAGE.... e veevereeeieeiereeie e 714.20
Substitute specification....608.01, 608.01(q), 714.19, 714.20
Amendment incorporating................ 714, 714.19, 714.20
NSV 1 17 1= GRS 608.01(q)
Sufficiency of disclosure affidavit........cccceveveieienienene, 716
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‘Sufficient cause’ for extension of time in ex parte reexamination--Term, Patent

Sec. No.

‘Sufficient cause’ for extension of timein ex parte
FEEXAMINGLION ... e
‘Sufficient cause’ for extension of timein inter partes

FEEXaAMINGLTION ......oiviiviieiee e 2665
Suggested claims, Failure to make...........ccccoceveeee 706.03(u)
Suggested claim made after end

of statutory period .........ccceceeeveceeveesese e 2305.03
Suggestion of allowable claims

by examiner ... 707.07(j), 713.01
Suggestion of claims for interference.......... 2305 to 2305.04
Suggestion of claims for interference,

tME liMit ..o 710.02(c)
Summary of action PTOL-326.........ccccceoerenenierieeieneenns 707
Summary of iINtENVIEeW........cccevveverererernnens 713.01, 713.04
Summary of iNVention..........cccceeeeeeeveeceresceseseeen, 608.01(d)
Sunday or holiday, effect ontimefor reply.......ccccven.ee. 502

.................................................. 505, 513, 710.05
Sunday or holiday, effect on reference................... 706.02(a)
Supervisory applications examiner ............ccoeevennnne 714.13
Supervisory patent examiner ................. 705.01, 707, 707.02
.................................... 708.03, 713.01, 713.08, 714.05
............................... 714.13, 714.16, 714.16(d), 714.18
................ 812.01, 903.08(b), 1207, 1207.01, 1207.01,
................. 1207.02, 1207.03, 1207.05, 1208, 1211.01,
........................................................................ 1214.07
...................................... 2233, 2236, 2237, 2238, 2248
.............................................................. 2271.01, 2287
............................ 2633, 2636, 2637, 2638, 2641, 2648
.................................................... 2671, 2671.03, 2676
Petitions decided by .......cccccevvevveeecieciee 1002.02(d)
Supervisory review, Rule 1.817 .........ccccccvevviennnnen. 711.03(d)
Supplemental aCtion.........cccceeeeeieiiieneine 710.06, 714.05
Supplemental Amendment .........coceevereienennenen. 714.03(a)
Supplemental Application Data Sheet (ADS)............ 601.05
Supplemental examiner’'s answer ................... 1207.04, 1211
Supplemental oath or declaration...........c.ccoceevriereenienene 603
After allowance.........ccceoeveieneieneneee 603.01, 714.16
REISSUE.....ceeetecte ettt 1414.01
Surcharge for late payment of fees

in international application..........cccceevvveivceeceesieneenn, 1827

Surface ornamentation .................... 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03

Surrender of patent (not required) ..........cccceeeveieereeiiennns 1416

Suspension

Applicant’ SrequeSt for........ccoveveverereeneee e 709
Decided by .....cccoovevveiieerc, 709, 1002.02(c), 1004
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Sec. No
Deferral of eXamination .........c.cocovvvreeennreenenneenennens 709
Ex parte prosecution during interference.................. 2315
Not permitted if outstanding Office action................. 709
Of action, because of litigation..........c.cccverecereennnne, 1213
Of action, by OffiCe.....cccevvverirr e, 709
Overlapping application........cc.cccceevenne 709.01, 2315.01
Reexamination
EX parte.....cccocovneeeneninenrieenenins 2283, 2284, 2307.04
INter PArteS......oovvieieeeee e 2640, 2686.01
Request for, iN CPA ... 709
Request for, INRCE ... 709
RUIES....coeceiie s 1002
Secrecy order application ..........ccccveeeeercereneenn 2309.06
Supplemental RePIY ..o 709

Swearing back of reference (See Affidavit, swearing back of
reference (37 CFR 1.131))

Symbols, Drawing .......ccocceevereeieenene e 608.02
T
Tables submitted on compact disC.........ccccceeruenene 608.05(b)
Technical dOCUMENES........ccceevevieeeeceeee e 901.06(a)
Technical rgections.........ccccccevenieneneneneneeeee e 706.03
Technical support staff duties (See Manual of Clerica
Procedure)
Technology Center Director (See Director of Technology
Center)
Technology Center, papers sent to wrong .................. 508.01
Technology Center Working Group 3640 (security group)
............................................... 121, 130, 1002.02(c)(1)
Telephone call, multiplicity rejection.................. 2173.05(n)
Telephone NUMDBErS.........ccooiiiii e 1730
FAN 1 (0] 1 Y 408, 713.01, 714.01
T 1111 G 707.08
General information ..........coeeeeveenieneenineneens 1730
Telephoning of attorney to examiner.................. 408, 713.01
Term, Patent ....cc.covvvveerineisee s 707.05, 2701
Adjustment of ... c.coeevverereereeee 2701, 2710, 2730
........................... 2731, 2732, 2733, 2734, 2735, 2736
Determination Of ... 2733
Due care ShoOWing.......cccoceeveeeve e 2734
GroUNAS O ...c..eeieeie e 2730
PEriod Of ....ccooeeieceeeeee e 2731
RedUCIONS O ... 2732
Request for reconsideration ...........ccoceeeeevereeennen. 2735
Third party Papers........cccveeeeereierienesieseneseseens 2736



Terminal disclaimer--Title conveyed by assignment

Sec. No.
Continued prosecution application............ccccevveueee. 2701
Deposit of biological material.........c..cccoveveeeienenen. 2408
D= T o F TSR 1502.01, 1505
DiVISIONAL......ooieiiiieieesie e 201.06
Extension under 35 U.S.C. 156
FDA regulatory review and...........c.cc..... 2750 to 2758
Deadline.......cccvvvveivnenenininnnns 2754.01 to 2754.03
Duty of disclosureand..........cccccoeeeeeerieeninnnee 2762
Interim extension ..........ccceeeveeenee 2755.01, 2755.02
Specific Products
Animal drugS.......cceeveevvivnen oenn 2750, 2751, 2758
Antibiotic drugs.......ccccevevevieveerennenn. 2751, 2758
Color additives.........2750, 2751, 2754.01, 2758
Food additives........... 2750, 2751, 2754.01, 2758
Medical devices.............. 2750, 2751, 2753, 2758
Veterinary Biological Products................... 2750
............................................. 2751, 2756, 2758
Third party papers......ccccoeeevenenienenesieeeeens 2736
Withdrawal .........cccceevveevieicececeee, 2761, 2764
USPTO delaysand........cccceveveveneneseeseseeeeneens 2710
FOr@IgN....coocviiiie e 901.05
Transitional practice........ccceevevvevvennennn. 706.07(g), 803.03
UBHEY o s 2701
Terminal disclaimer (See also Disclaimer) ................. 1490
Avoiding double patenting rejection................. 706.02(k)
............................ 706.02(1)(3), 804.02, 806.04(i)
Certificate of correction and...........cccceceeenee 2701, 2720
Continued Prosecution Application (CPA).............. 1490
Continuing applications...........coeeevereerineerieenes 1490
Copending applications procedure............ccccueevennene. 1490
Informal MEMO .....ccocvveie e 1490
Request for Continued Examination (RCE)............. 1490
REISSUE.....c.ooveeeieiieeee e 1410.01, 1451, 1490
Required for revival ..o 711.03(c)
ROULING .. 1490
S0 07 110 (=11 o PO 402, 1490
Situations where not applicable...........cccceeeruenee. 804.03
Withdrawal Of .......ccccovveieieeeee e 1490
Terminology in application.................. 608.01(g), 608.01(0)
............................................... 706.03(d), 1302.01
Termination of proceedings........cccocevuenene 201.11, 711.02(c)
Ex parte reexamination.............ccoceeeereneeeeieeieeneenen 2294
Inter partes reexamination............cccoveveerenesenieeenns 2694
TESS (Trademark Electronic Search System) .............. 1703
TeSt COMMENTS ....cvevieecieeeeer e 707.07(1)
Testamentary, Letters (See also Administrator or executor)
...................................................................... 409.01(b)

Sec. No.

Testimony, EXaMINES ........ccccvieriereeeeeeseere e 1701.01

Testimony, public use proceeding ..........cccceeeveeerienenn 720.04

Tests, comparative (See Affidavits, traversing rejections (37
CFR 1.132))

Third action CasesS........ccoecvverrienereee e 707.02

Third party reply ininter partes reexamination (See
Reexamination, Inter partes: Response by third party)
Third party requestor (See Reexamination, Inter partes:

Response by third party)
Third party submissiong/inquiries/correspondencein
published applications ..........cccccceveverierennens 1134, 1134.01
Time and Activity REPOrt........ccccoeevvrererenienenn 1704, 1705
Time for claiming benefit of earlier application......... 201.11
Time for deciding Director
initiated reexamination ............cooeeevreeeenenreens 2211, 2239
Time for deciding reexamination request ...................... 2241
Time for filing papers, right of priority ................. 201.14(a)
Timefor filing PEtitionS.........cccoevvineireee e 1002
Time for requesting reexamination
EXParte.....ccccoovevveiieeseeceee e 2210, 2211
INLEN PAMTES...ceieeicieeee e 2611
Timefor reply (See aso Period for reply).......... 702.01, 710
Time for reply to action in reexamination
EX PArte...cceiiiereeeee s 2263
INTEN PAITES...cvieieeeece e 2662
TIMe lMIt ..o 710.02, 710.02(c)
For making suggested claims...........ccocceeevenene 710.02(c)
Interference.......cooeeevvecereneenene 2305.01, 2305.02, 2321
International preliminary examination report (IPER)
..................................................... 1879.01, 1879.01(a)
International search report (ISR)........ccccevveiiennns 1843.05
Period fOr reply ... 710
Permanent ink COPY .......covreerenneneneeneneeesieas 714.07
Prior art filing.......ccooooeeevenniinese e 2204
Reply to final rglection........cccecveeeeveeveveviennene 706.07(f)
Restriction requirement ..........ccoceeevveeceevenesieseesesnenns 811
Rewrite claims following Board decision ........... 1214.06
Shortened statutory period compared to................ 710.02
.................................................... 710.02(b), 710.02(d)
Statutory period........ceeeveeverereseneenn, 710.01, 710.01(a)
Transfer of application.........ccccccevevievevcciennene, 903.08(d)
TWO Periods runNiNg ........cccceeeeveerereeseneseeiee e 710.04
Time period for owner’s statement...........ccccvevevreenne. 2249
TimMe reporting .....ccocevveeeereeeereerennenns 2238, 2638, 2671.03
Timeto pay maintenance fees.......ovvvvrvevevececce v, 2506
Timely submission of Protest........ccovvveeereneiesienenns 1901.04
Title conveyed by assignment .............. 201.12, Chapter 300
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MANUAL OF PATENT EXAMINING PROCEDURE
Title documents, handling--Treaties

Sec. No.
Title documents, handling.........cceeveeeveeveererere e 317
Title Of INVENLION......ccccoieiieeee e 606
Change by examiner ..........cccceeeeceeneenen. 2660.02, 2686.03
Design application .......c..ccccveeevenenn. 1503.01, 1504.01(a)
Amendment Of ........ccoovvienieniee e 1503.01
Useof TrademarkSin ......ccocoeevenecnennccnenens 1512
International application ..........cccoceevevereeeneceeneennn, 1821
Plant patent appliCation...........coccoevverererieeieeieneenen. 1610
Reviewed at iSSUE.........coerereeeeererieeenne 606.01, 1302.01
TIte rEPOIt.....ceeeee e 303, 320, 2287
Titles of USPTO Officias............... Title Page (reverse side)
Titlewith SIgNature .........cccocvveveeeeveccesece e, 605.04(e)
Trade secret material .......cocovevevenenieeieeienne 72410 724.05
Completeness of file Wrapper ..........cccevereennene 724.01
Materials submitted covered
by 35 U.S.C. 122 ...t 724.04(8)
Method of SUbMIttiNg........ccccveveevieierere e 724.02
Office treatment and handling ................. 724.04, 724.06
After publication .........ccceveveiinennineeneee 724.04(a)
Petition to expunge materials........ccccocvvievvrnnnnnnns 724.05
Reexamination under 37 CFR 1.11(d) .............. 724.04(c)
Reissue under 37 CFR 1.11(D).....cceevveveeneenne. 724.04(b)
TYPES OF e 724.03
Trade secret submission [abel ... 724.02
Trademark and trade name................... 608.01(v), 706.03(d)
........................................................ 2173.05(u), App. |
Design patent, relationship to ........ccoeeveeeienenieenns 1512
Misuse in patent specification..........c.cccceeeeeuee. 608.01(v)
Trademark Manual of Examining Procedure......... Foreword
Trademarks, Partial list of .......ccoeovevevvreviren, Appendix |
Transfer of application
After amendment ... 903.08(c)
After classification deciSion.........c.cccceeevecnieneee 903.08(0)
Allowable application..........c.ccceererennen 903.07(b), 1305
Decision of classification examiner.................. 903.08(f)
Divisihle inventions..........ccoceeeeveneevense e 812
INterferenCe. ..o 2306
NEW ..ottt e 903.08(a)
Notification of applicant ..........cccccevevvnievvniinennens 903.08
Outside Technology Center .........cccceeevveevenene 903.08(d)
Primary examiner’s authority .........c.ccoceevvenenenen 903.08
Procedure.........cooooeveneniceicene, 903.08(a), 903.08(d)
Secrecy order appliCation..........coeveeerereeenenneseene 130
Submitted to classification examiner ................ 903.08(d)
Within Technology Center..........cccccvvereierinnne 903.08(d)
Transfer of class or SubClass.........cccoeeevvernienenccenen, 903.05
Transfer of drawing........ccoveerereienenee e 608.02(i)
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Sec. No
Transfer of reexamination
EX PArte....cceoiieeieeieeeeseeee e 2237
INEEr PArTES.....ccviiviceiereeeee e 2637
Transfer of rightsto patent or application .................. 509.02
Transfer of specification prohibited....................... 608.01(t)
Transfer of U.S. patent ........ccocvvivvenenieneseseseeeeens 903.05
Transitional application (See also Application)
After final practice .......ccoceevevveneiniseeeeee 706.07(9)
Generic claim alowable..........ccoeoviriinennnne. 803.03(b)
Linking claim allowable............cccoooviiinnnnnn. 803.03(a)
Patent term ......ooveereecreeere e 2701
ReStriCtion practiCe........cooeeeverereeieeieeeese e 803.03
Transitional Phrases...........ccccveeeereneienenee e 2111.03
“Characterized by” ..o 2111.03
“Composed Of" .....cccvveeeeerer s 2111.03
“COMPriSiNg” ..ccoveveereresese e 2111.03, 2173.05(h)
“Consisting essentially of” .........cccoovveriiiinennnnn 2111.03
“Consisting Of” ..o 2111.03, 2173.05(h)
“CONLAINING" .eveveeeeerieeere e 2111.03
Trandation, foreign application or foreign
priority doCUMENt.........ccoereeiiierire e 201.15
Trandationsindex in STIC........ccccoceveieninienennens 901.06(a)
Trandator, Patent and Trademark Office .............. 901.05(d)
............................................................. 901.06(a)

Transmission, certificate of (See Certificate of mailing or
transmission (37 CFR 1.8))
Transmittal Fee, PCT ..o 1827
Traverse, answer all matters.........ccooveveneenennnne, 707.07(f)
Traverse, division or species requirement
818.03 to 818.03(d), 821.01, 821.02
Traverse, rejection of linking claim...........c.ccce.... 818.03(d)
Treaties
Benelux Designs Convention (See also
Design application) ..........c.cceeeruenene 201.13, 1504.10
Budapest Treaty (See also Biotechnology;
MiCroorganisms) ........cccceeeeveereereeseseesresnenns 901.05(h)
.......................................... 2402, 2404.01, 2405, 2408
24009, 2410.01, 2410.02, 2411.01
European Community DeSigN ........cceevevererinnnnns 1504.10
European Patent Convention.............cc.c...... 901.05, 1817
......................................................... 1840.01, 1865.01
GATT e 2138.02
Hague Agreement (See also Design application)
........................................................... 201.13, 1504.10
Hague Convention.............. 409.01(b), 602.04(a), 604.04
Inter-American CoNVENtioN.........ccoveeeererererienens 201.13
Libreville Agreement



INDEX

TRIPS Agreement (Trade-Related Aspects of Intellectual--Waiver

Sec. No.
NAFTA ..o, 201.04(b), 715, 715.07(c), 2138.02
Paris Convention..........cccceeeeeeeveereeieeseennn, 201.13, App. P
Patent Cooperation Treaty (PCT) ......ccc...... Chapter 1800
........................................................... App. Al, App. T
Strasbourg Agreement .........cceeeveeeerereereseneeenns 903.09
UPQV Convention (See also Plant patent) .... 1612, 1613
Uruguay Round Agreements Act (URAA)........ 201.04(b)
.......................................... 715, 715.07(c), 2701, 2132
TRIPS Agreement (Trade-Related Aspects of Intellectual
PrOPEIY ..o 1801
TUBEIS . 1601
Twenty year term (See Term, Patent)
Two month delay period in reiSSUES........coceveeeeeeeenee. 1441
Two periods for reply running .........ccoceeeeeveneenennene 710.04
Typefont...cccceceveee e 608.01, 1504.01(a)
U
Unavailable inventor ...........ccocveeveveeecveeccveeeenen, 409, 409.03
Unavoidable abandonment (See Abandonment)
Unclaimed disclosure, reservation ............cccceeeeee. 608.01(e)
Undelivered mail ........cccooeevvenneneneneneenn 707.13, 1303.02
Undue breadth rglection............ccocoeevenene 706.03, 707.07(g)
.................................. 2164.08(a), 2173.04, 2173.05(h)
Unexpected results (See also Affidavits, traversing
rejections (37 CFR 1.132)) ......ccccovueene 716.02 to 716.02(g)
Unintentional abandonment (See Abandonment)
United Kingdom priority document ............ccccceveeene 201.15

United States Code (See also Statutes)
United States of America, Foreign language names for

...................................................................... 901.05(a)
Unity of invention............. 803, 823, 1850, 1875, 1893.03(d)
University or other institution of higher learning....... 509.02
Unlocatable Patent or Application Files..................... 508.04
Unmatched Papers.......ccccoevevieveseseeeeeenees e 508.03
Unofficial subclasses and digests........ccccceeveveenen. 903.02(c)
Unscheduled cloSing ........ccocevereninienieece e 201.13
Unsigned amendment...........ccoeeeeereneeieneenene 711, 714.01(a)
Untimely filed (premature) paper prior to order
for ex parte reexamination ...........ccoceveveereeieeceeseeeenns 2225
Untimely filed (premature) paper prior to order
for inter partes reexamination..........c.coceeeereeeieeneeeene 2625
Untimely response to ex parte reexamination............... 2267
Untimely response to inter partes reexamination ......... 2667
UPOQOV Convention (See also Plant patent; Treaties)..... 1612
............................................................................. 1613
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Sec. No.
Uruguay Round Agreements Act (See also Treaties)
........................ 201.04(b), 715, 715.07(c), 2701, 2132
USE ClaiMS ... 2173.05(q)
Use, Public (See Public use)
USEN PSS, ..ot sre st se e sre et sne s 510
USPTO Contact CENnter ........ccoovverereeeeeereeieseesiesiennens 1730
ULHLY ClaSSES......covceeriecece s 902.02
Utility, disclosure in drug cases................. 2164.06, 2164.07
Utility requirement guidelings.........coecevineeninncnieens 2107
Legal precedent for........oceevvrecneneennn 2107 to 2107.03
Relationship of enablement to.........cccccvevveenens 2164.07
Utility lacking, rgjection..........ccocecvvvreecnenne 706.03(a), 2107
Utility MmOdel........covverieiieeeveeee e 901.05(b)
Utility patent (See also Design application; Patent; Plant
PALENE) ..o 901.04, 1502.01
Application publication............ccccevevvvrennens 1120to 1135
COPIES Of .t 707.05(a)
Copyrighted material in.........ccoveveeerininennene 608.01(v)
Design patent compared t0.......cccocevvererereeenieenn 1502.01
Double Patenting ........ccccvveeereeeeiereere e 804
Drawings/ Photographs...........ccccee... 608.01(f), 608.02
ElementS of .....ccoevveeieeeecee Chapter 600
Expiration date or term..........cccccevvenenee. 2211, 2250, 2611
MaiNtenanCe fEES.......c.ovvrvririere e 2506
Period of enforceability..........cccvevneene. 2204, 2211, 2611
SPECITICALION......eveeeeeiieeee e 608.01
Utility required....... 608.01(p), 706.03(a), 2107, 2164.07
\%
Vague and indefinite regjection (See Indefinite claim)
Validity of patent, examiner comments............cccceeeeeene 1701
VBNMUE. ..ottt sttt e neeas 604.02
Video conference CENtEr .........oovvvverenenecenereee e 713.01
AV T0 (= o =0 1= T 713.01
Violation of duty of disclosure (See Duty of disclosure)
Argued in protest.......coeeveeenereccnienens 1901.02, 1901.06
ViSitorsto OffiCe.....covveiriieere e 510
Voluntary publiCation..........ccocceeevvieneeieceereere e 1133
W
Waiver
Of confidentiality .......cccceveveneneneceeece e 103
............................................. 201.06(d), 1002.02(k)(2)
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MANUAL OF PATENT EXAMINING PROCEDURE
Walk-up customer window--X series of patents

Sec. No.
Of deficienciesin oath or declaration................... 602.03
Of patent rightS......ccccvvveerenne. 706, 711.06, 1101, 1111
OF TUIES ..o 201.03, 402.10,
............................................................. 602, 711.03(c),
..................... 724.06, 803.04, 1002, 1002.02(b), 1481,
....................... 1850, 2248, 2265, 2421.01, 2425, 2434
Walk-up customer Window .........cccceceveeeneseeieeseeseennens 502
Washington D.C. representatives of attorneys................ 408
When disclosureismade.........cccoovvvnieienenienceiesee 2003
White HOUSE INQUITY .....ccveeeriieiriiiecneee e 203.08(a)
Who has duty to disClOSe.......c.cocevvveverenese e 2001.01
WIPO ..ot 201.13, 901.04, 1801
WIPO Standards
ST B 901.05(b), 1851
ST 20 901.05(b)
ST. L 707.05(€), 901.05(b)
] I TR 901.05(b), 1851, 2424.03
ST. 25, Appendix 2
Tablesreproduced.........ccveveeerenenenieinereeens 2422
Cited...ovverieee e 2422.01, 2423, 2423.01
ST B 901.05(b)

Withdrawal from appeal after remand by Board..1002.02(d)

Withdrawal from issue........cccoeeeerieeiieiinnennn. 1303.01, 1308
Amendment crossing allowance.........cc.ccceeeneenene. 714.15
Claim presented corresponding to

claim of patent........cccoovevevienniesienre e 2307.03
Director’ sapproval .........ccccevevenenenerenene 1003, 1308
Interference purposes.........ccocveeeereeennee 2305.04, 2307.03
Petition for .......cccceevneenes 1002.02(b), 1002.02(c), 1308
Quality REVIEW ..o 1308.03
Refund of fEe ...cvevvieece e 1308.01
REECHON....cciveeirecee e 706.04, 1308.01
Suggesting claims for interference...................... 2305.04

Withdrawal of abandonment (See Abandonment;
Petition)

Withdrawal of appeal ........ccccooevvveieiineeceee 1215.01
Withdrawal of appeal claim...................... 1214.05, 1215.03
Withdrawal of attorney (See also Attorney or agent; Power
of attorney) .....c.coceevevrrevene. 402.06, 1002.02(s), 2223, 2560
Withdrawal of claims
To nonelected invention.............. 821.01, 821.02, 821.03
To nonelected SPeCies........cccceveverereeene 821.01, 821.02
Withdrawal of final rgjection ..........ccccocvecneniennn 706.07(e)
Premature final..........ccocovevveeeececee e, 706.07(d)
Primary deCides .........cooeveeeeccievece e, 1004
Withdrawal of holding of abandonment (See also
Abandonment; Petition) ...........ccc...... 711.03(c), 711.04(c)
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Sec. No.
Withdrawal of power of attorney in patent.......... 2223, 2623
Withdrawal of SIR reqUeSt ........ccceevveveeiererceseccee 1109
Withdrawal of terminal disclaimer ............cocooeiinenene 1490
Withhold from issue petition...........cccceevrecerienne 1002.02(c)
Withess, EXaMINEr @S ......ccceeevvveveeeerereceeeeveeesvee e 1701.01
World Trade Organization member countries............ 201.13
World Wide Web address..........coeeveeveienenenesenesinnenns 1730
Wrapper (See File wrapper/history)
Writing, Disclosures must bein..........ccocveveeveveeenen. 2002.02
Written description (See also Specification)
.................................................... 706.03(c), 2163
Amendments supported by original
dESCriPLION ..o 2163.07
Inherent function, theory or advantage........ 2163.07(a)
Incorporation by reference.............. 201.17, 608.01(p),
ettt ens 2163.07(b)
Burden on the examiner ..........c.ccooveeeeeiencienns 2163.04
Changesto scope of claims..........cccccvereeriennne, 2163.05
Circumstances when iSsuUes arise........ccoevereeneene 2163.03
Design application.........cccceevvvvvevenene. 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Form paragraphs used to reject ........c.ccoceeeenee 706.03(c)
Guidelinesfor compliance ..........ccoeevereerenecnene, 2163
NEW MAELLES ... 2163.06
Requirements for compliance..........ccccceveeveiennene 2163.02
Support for claimed subject matter ........ 201.11, 2163.01
Corresponding to count in interference............... 2163.03
X
X series of patents (See also Patent).........ccccoveveeenee 901.04
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