Chapter 700 Examination of Applications

706.02(k) Provisional Rejection (Obviousness) Under
701 Statutory Authority for Examination 35 U.S.C. 102(e)/103
702 Requisites of the Application 706.02(1)  Rejections Under 35 U.S.C. 102(f)/103 and
702.01 Obviously Informal Cases 35 U.S.C. 102(g)/103; 35 U.S.C. 103(c)
703 “General Information Concerning Patents” 706.02(1)(1)  Rejections Under 35 U.S.C. 102(e)/103;
704 Search and Requirements for Information 35 U.S.C. 103(c)
704.01 Search 706.02(1)(2)  Establishing Common Ownership
704.10 Requirements for Information 706.02(1)(3)  Examination Procedure with Respect to 35
704.11 What Information May Be Required U.S.C. 103(c)
704.11(a) Examples of Information Reasonably required 706.02(m) Form Paragraphs for Use in Rejections Under
704.11(b) When May a Requirement for Information Be 35U.8.C. 103
Made 706.02(n) Biotechnology Process Applications;
704.12 Replies to a Requirement for Information 35 U.S.C. 103(b)
704.12(a) Relationship of Requirement for Information to 706.03 Rejections Not Based on Prior Art
Duty of Disclosure 706.03(a) Rejections under 35 U.S.C. 101
704.12(b) What Constitutes A Complete Reply 706.03(b)  Barred by Atomic Energy Act
704.12(c) Treatment of Incomplete Reply 706.03(c) Rejections Under 35 U.S.C. 112, First
704.13 Time Periods for Reply Paragraph
704.14 Making a Requirement for Information 706.03(d) Rejections Under 35 U.S.C. 112, Second
704.14(a) Format of the Requirement Paragraph
704.14(b) Examiner’s Obligation Following Applicant’s 706.03(k) Duplicate Claims
Reply 706.03(m) Nonelected Inventions
704.14(c) Petitions to Requirements Under 37 CFR 1.105 706.03(0) New Matter
704.14(d) Relationship to Information Disclosure 706.03(s)  Foreign Filing Without License
Statements 706.03(u) Disclaimer
705 Patentability Reports 706.03(v) After Interference or Public Use Proceeding
705.01 Instructions re Patentability Reports 706.03(w) Res Judicata
705.01(a) Nature of P.R., Its Use and Disposal 706.03(x) Reissue
705.01(b) Sequence of Examination 706.04 Rejection of Previously Allowed Claims
705.01(c) Counting and Recording P.R.s 706.05 Rejection After Allowance of Application
705.01(d) Duplicate Prints of Drawings 706.06 Rejection of Claims Copied From Patent
705.01(e) Limitation as to Use 706.07 Final Rejection
705.01(f) Interviews With Applicants 706.07(a) Final Rejection, When Proper on Second
706 Rejection of Claims Action
706.01 Contrasted With Objections 706.07(b) Final Rejection, When Proper on First Action
706.02 Rejection on Prior Art 706.07(c) Final Rejection, Premature
706.02(a) Rejections Under 35 U.S.C. 102(a), (b), or (e); 706.07(d) Final Rejection, Withdrawal of, Premature
Printed Publication or Patent 706.07(e) Withdrawal of Final Rejection, General
706.02(b) Overcoming a 35 U.S.C. 102 Rejection Based 706.07(f) Time for Reply to Final Rejection
on a Printed Publication or Patent 706.07(g) Transitional After-Final Practice
706.02(c) Rejections Under 35 U.S.C. 102(a) or (b); 70607(h)  Request for Continued Examination (RCE)
Knowledge by Others or Public Use or Sale Practice
706.02(d) Rejections Under 35 U.S.C. 102(c) 707 Examiner’s Letter or Action
706.02(e) Rejections Under 35 U.S.C. 102(d) 707.01 Primary Examiner Indicates Action for New
706.02(f)  Provisional Rejections Under 35 U.S.C. Assistant
102(e); Reference Is a Copending U.S. Patent 707.02 Applications Up for Third Action and 5-Year
Application Applications
706.02(g) Rejections Under 35 U.S.C. 102(f) 707.05 Citation of References
706.02(h) Rejections Under 35 U.S.C. 102(g) 707.05(a) Copies of Cited References
706.02(1) Form Paragraphs for Use in Rejections Under 707.05(b) Citation of Related Art and Information by
35 U.S.C. 102 Applicants
706.02(j) Contents of a 35 U.S.C. 103 Rejection 707.05(c) Order of Listing
700-1 August 2001



707.05(d)
707.05(e)
707.05(f)
707.05(g)
707.06

707.07

707.07(a)
707.07(b)
707.07(c)
707.07(d)
707.07(e)
707.07(f)
707.07(g)
707.07(h)
707.07(i)

707.07G)
707.07(k)
707.07(1)
707.08

707.09

707.10
707.11
707.12
707.13
708

708.01
708.02
708.03
709

MANUAL OF PATENT EXAMINING PROCEDURE

Reference Cited in Subsequent Actions

Data Used in Citing References

Effective Dates of Declassified Printed Matter
Incorrect Citation of References

Citation of Decisions, Orders Memorandums,
and Notices

Completeness and Clarity of Examiner’s
Action

Complete Action on Formal Matters
Requiring New Oath

Draftsperson’s Requirement

Language To Be Used In Rejecting Claims
Note All Outstanding Requirements

Answer All Material Traversed

Piecemeal Examination

Notify of Inaccuracies in Amendment

Each Claim To Be Mentioned in Each Office
Action

State When Claims Are Allowable
Numbering Paragraphs

Comment on Examples

Reviewing and Initialing by Assistant
Examiner

Signing by Primary or Other Authorized
Examiner

Entry

Date

Mailing

Returned Office Action

Order of Examination

List of Special Cases
Petition To Make Special
Examiner Tenders Resignation

Suspension of Action

709.01 Overlapping Applications by Same Applicant
or Owned by Same Assignee

710 Period for Reply

710.01 Statutory Period

710.01(a)  Statutory Period, How Computed

710.02 Shortened Statutory Period and Time Limit
Actions Computed

710.02(b) Shortened Statutory Period: Situations In
Which Used

710.02(c) Specified Time Limits: Situations In Which
Used

710.02(d) Difference Between Shortened Statutory
Periods for Reply and Specified Time Limits

710.02(e) Extension of Time

710.04 Two Periods Running

710.04(a) Copying Patent Claims

710.05 Period Ending on Saturday, Sunday, or a
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Federal Holiday

710.06 Situations When Reply Period Is Reset or
Restarted

711 Abandonment of Patent Application

711.01 Express or Formal Abandonment

711.02 Failure To Take Required Action During
Statutory Period

711.02(a) Insufficiency of Reply

711.02(b) Special Situations Involving Abandonment

711.02(c) Termination of Proceedings

711.03 Reconsideration of Holding of Abandonment;
Revival

711.03(a) Holding Based on Insufficiency
of Reply

711.03(b) Holding Based on Failure To Reply Within
Period

711.03(c) Petitions Relating to Abandonment

711.03(d) Examiner’s Statement on Petition To Set Aside
Examiner’s Holding

711.04 Public Access to Abandoned Applications

711.04(a) Pulling and Forwarding Abandoned
Applications

711.04(b) Ordering of Patented and Abandoned Files

711.04(c) Notifying Applicants of Abandonment

711.05 Letter of Abandonment Received After
Application is Allowed

711.06 Abstracts, Abbreviatures, and Defensive
Publications

711.06(a) Citation and Use of Abstracts, Abbreviatures,
and Defensive Publications as References

713 Interviews

713.01 General Policy, How Conducted

713.02 Interviews Prior to First Official Action

713.03 Interview for “Sounding Out” Examiner Not
Permitted

713.04 Substance of Interview Must Be Made of
Record

713.05 Interviews Prohibited or Granted, Special
Situations

713.06 No Inter Partes Questions Discussed Ex Parte

713.07 Exposure of Other Cases

713.08 Demonstration, Exhibits, Models

713.09 Finally Rejected Application

713.10 Interview Preceding Filing Amendment Under
37 CFR 1.312

714 Amendments, Applicant’s Action

714.01
714.01(a)
714.01(c)
714.01(d)

714.01(e)
714.02
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Signatures to Amendments

Unsigned or Improperly Signed Amendment
Signed by Attorney or Agent Not of Record
Amendment Signed by Applicant But Not by
Attorney or Agent of Record

Amendments Before First Office Action
Must Be Fully Responsive
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714.03 Amendments Not Fully Responsive, Action To
Be Taken

714.03(a) Amendment Unduly Interferes with the
Preparation of an Office Action

714.04 Claims Presented in Amendment With No
Attempt To Point Out Patentable Novelty

714.05 Examiner Should Immediately Inspect

714.06 Amendments Sent to Wrong Technology
Center

714.07 Amendments Not in Permanent Ink

714.08 Telegraphic Amendment

714.10 Claims Added in Excess of Filing Fee

714.11 Amendment Filed During Interference
Proceedings

714.12 Amendments After Final Rejection or Action

714.13 Amendments After Final Rejection or Action,

Procedure Followed

714.14 Amendments After Allowance of All Claims

714.15 Amendment Received in Technology Center
After Mailing of Notice of Allowance

714.16 Amendment After Notice of Allowance,
37 CFR 1.312

714.16(a) Amendments Under 37 CFR 1.312, Copied
Patent Claims

714.16(b) Amendments Under 37 CFR 1.312 Filed With
a Motion Under 37 CFR 1.633

714.16(c) Amendments Under 37 CFR 1.312, Additional
Claims

714.16(d) Amendments Under 37 CFR 1.312, Handling

714.16(e) Amendments Under 37 CFR 1.312, Entry in
Part

714.17 Amendment Filed After the Period for Reply
Has Expired

714.18 Entry of Amendments

714.19 List of Amendments, Entry Denied

714.20 List of Amendments Entered in Part

714.21 Amendments Inadvertently Entered, No Legal

Effect
714.22 Entry of Amendments, Directions for
714.22(a) Amendments Consolidating All Claims
714.23 Entry of Amendments, Directions for,
Defective
714.24 Amendment of Amendments

714.25 Discourtesy of Applicant or Attorney
715 Swearing Back of Reference — Affidavit or
Declaration Under 37 CFR 1.131

715.01 37 CFR 1.131 Affidavits Versus 37 CFR 1.132
Affidavits

715.01(a) Reference Is a Joint Patent or Published
Application to Applicant and Another

715.01(b) Reference and Application Have Common
Assignee

715.01(c) Reference Is Publication of Applicant’s Own
Invention
715.01(d) Activities Applied Against the Claims
715.02 How Much of the Claimed Invention Must Be
Shown, Including the General Rule as to
Generic Claims
715.03 Genus-Species, Practice Relative to Cases
Where Predictability Is in Question
715.04 Who May Make Affidavit or Declaration;
Formal Requirements of Affidavits and
Declarations
715.05 U.S. Patent or Application Publication Claim-
ing Same Invention
715.07 Facts and Documentary Evidence
715.07(a) Diligence
715.07(b) Interference Testimony Sometimes Used
715.07(c)  Acts Relied Upon Must Have Been Carried Out
in This Country or a NAFTA or WTO Member
Country
715.07(d) Disposition of Exhibits
715.08 Passed Upon by Primary Examiner
715.09 Seasonable Presentation
715.10 Review of Affidavit or Declaration for
Evidence of Prior Public Use or Sale or Failure
to Disclose Best Mode
716 Affidavits or Declarations Traversing
Rejections, 37 CFR 1.132
716.01 Generally Applicable Criteria
716.01(a) Objective Evidence of Nonobviousness
716.01(b) Nexus Requirement and Evidence of
Nonobviousness
716.01(c) Probative Value of Objective Evidence
716.01(d) Weighing Objective Evidence
716.02 Allegations of Unexpected Results
716.02(a) Evidence Must Show Unexpected Results
716.02(b) Burden on Applicant
716.02(c) Weighing Evidence of Expected and
Unexpected Results
716.02(d) Unexpected Results Commensurate in Scope
With Claimed Invention
716.02(e) Comparison With Closest Prior Art
716.02(f)  Advantages Disclosed or Inherent
716.02(g) Declaration or Affidavit Form
716.03 Commercial Success
716.03(a) Commercial Success Commensurate in Scope
With Claimed Invention
716.03(b) Commercial Success Derived From Claimed
Invention
716.04 Long-Felt Need and Failure of Others
716.05 Skepticism of Experts
716.06 Copying
716.07 Inoperability of References
August 2001

700-3



701

716.08

716.09
716.10
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Utility and Operability of Applicant’s
Disclosure

Sufficiency of Disclosure

Attribution

718 Affidavit or Declaration to Disqualify
Commonly Owned Patent or Published
Application as Prior Art, 37 CFR 1.130

719 File Wrapper

719.01
719.01(a)
719.01(b)
719.02
719.02(b)

719.03
719.04
719.05
719.06
719.07

Papers in File Wrapper

Arrangement of Papers in File Wrapper
Prints

Data Entered on File Wrapper

Name or Residence of Inventor or Title
Changed

Classification During Examination
Index of Claims

Field of Search

Foreign Filing Dates

Related Applications

720 Public Use Proceedings

720.01
720.02

720.03
720.04
720.05

Preliminary Handling

Examiner Determination of Prima Facie
Showing

Preliminary Hearing

Public Use Proceeding Testimony

Final Decision

724 Trade Secret, Proprietary, and Protective
Order Materials

724.01
724.02

724.03

724.04
724.04(a)
724.04(b)
724.04(c)
724.05

724.06
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Completeness of the Patent File Wrapper
Method of Submitting Trade Secret,
Proprietary, and/or Protective Order Materials
Types of Trade Secret, Proprietary, and/or
Protective Order Materials Submitted Under
MPEP § 724.02

Office Treatment and Handling of Materials
Submitted Under MPEP § 724.02

Materials Submitted in an Application Covered
by 35 U.S.C. 122

Materials Submitted in Reissue Applications
Open to the Public Under 37 CFR 1.11(b)
Materials Submitted in Reexamination File
Open to the Public Under 37 CFR 1.11(d)
Petition To Expunge Information or Copy of
Papers in Application File

Handling of Petitions to Expunge Information
or Copy of Papers in Application file

701  Statutory for

Examination

Authority

35 U.S.C. 131. Examination of application.

The Director shall cause an examination to be made of the
application and the alleged new invention; and if on such exami-
nation it appears that the applicant is entitled to a patent under the
law, the Director shall issue a patent therefor.

The main conditions precedent to the grant of a
patent to an applicant are set forth in 35 U.S.C. 101,
102 and 103.

35 U.S.C. 101. Inventions patentable.

Whoever invents or discovers any new and useful process,
machine, manufacture, or composition of matter, or any new and
useful improvement thereof, may obtain a patent therefor, subject
to the conditions and requirements of this title.

Form paragraph 7.04 copies 35 U.S.C. 101. See
MPEP § 706.03(a).

35 U.S.C. 100. Definitions.
When used in this title unless the context otherwise indicates -
(a) The term “invention” means invention or discovery.
(b) The term “process” means process, art, or method, and
includes a new use of a known process, machine, manufacture,
composition of matter, or material.

(c) The terms “United States” and “this country” mean the
United States of America, its territories and possessions.

(d) The word “patentee” includes not only the patentee to
whom the patent was issued but also the successors in title to the
patentee.

(e) The term “third-party requester” means a person request-
ing ex parte reexamination under section 302 or inter partes reex-
amination under section 311 who is not the patent owner.

702  Requisites of the Application

When a new application is assigned in the Technol-
ogy Center, the examiner should review the contents
of the application to determine if the application
meets the requirements of 35 U.S.C. 111(a). Any mat-
ters affecting the filing date or abandonment of the
application, such as lack of an oath or declaration, fil-
ing fee, or claims should be checked before the appli-
cation is placed in the storage racks to await the first
action.

The examiner should be careful to see that the
application meets all the requisites set forth in MPEP
Chapter 600 both as to formal matters and as to the
completeness and clarity of the disclosure. If all of the
requisites are not met, applicant may be called upon
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for necessary amendments. Such amendments, how-
ever, must not include new matter.

702.01  Obviously Informal Cases

When an application is reached for its first Office
action and it is then discovered to be impractical to
give a complete action on the merits because of an
informal or insufficient disclosure, the following pro-
cedure may be followed:

(A) A reasonable search should be made of the
invention so far as it can be understood from the dis-
closure, objects of invention and claims and any
apparently pertinent art cited. In the rare case in
which the disclosure is so incomprehensible as to pre-
clude a reasonable search, the Office action should
clearly inform applicant that no search was made;

(B) Informalities noted by the Office of Initial
Patent Examination (OIPE) and deficiencies in the
drawing should be pointed out by means of attach-
ments to the Office action (see MPEP § 707.07(a));

(C) A requirement should be made that the speci-
fication be revised to conform to idiomatic English
and United States practice;

(D) The claims should be rejected as failing to
define the invention in the manner required by
35 U.S.C. 112 if they are informal. A blanket rejection
is usually sufficient.

The examiner should attempt to point out the points
of informality in the specification and claims. The
burden is on the applicant to revise the application to
render it in proper form for a complete examination.

If a number of obviously informal claims are filed
in an application, such claims should be treated as
being a single claim for fee and examination pur-
poses.

It is obviously to applicant’s advantage to file the
application with an adequate disclosure and with
claims which conform to the U.S. Patent and Trade-
mark Office usages and requirements. This should be
done whenever possible. If, however, due to the pres-
sure of a Convention deadline or other reasons, this is
not possible, applicants are urged to submit promptly,
preferably within 3 months after filing, a preliminary
amendment which corrects the obvious informalities.
The informalities should be corrected to the extent
that the disclosure is readily understood and the
claims to be initially examined are in proper form,
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702.01

particularly as to dependency, and otherwise clearly
define the invention. “New matter” must be excluded
from these amendments since preliminary amend-
ments do not enjoy original disclosure status. See
MPEP § 608.04(b).

Whenever, upon examination, it is found that the
terms or phrases or modes of characterization used to
describe the invention are not sufficiently consonant
with the art to which the invention pertains, or with
which it is most nearly connected, to enable the exam-
iner to make the examination specified in 37 CFR
1.104, the examiner should make a reasonable search
of the invention so far as it can be understood from
the disclosure. The action of the examiner may be
limited to a citation of what appears to be the most
pertinent prior art found and a request that applicant
correlate the terminology of the specification with art-
accepted terminology before further action is made.

Use form paragraph 7.01 where the terminology is
such that a proper search cannot be made.

q 7.01 Use of Terminology, Cannot Be Examined

A preliminary examination of this application reveals that it
includes terminology which is so different from that which is gen-
erally accepted in the art to which this invention pertains that a
proper search of the prior art cannot be made. For example: [1]

Applicant is required to provide a clarification of these matters
or correlation with art-accepted terminology so that a proper com-
parison with the prior art can be made. Applicant should be care-
ful not to introduce any new matter into the disclosure (i.e., matter
which is not supported by the disclosure as originally filed).

A shortened statutory period for reply to this action is set to
expire ONE MONTH or THIRTY DAYS, whichever is longer,
from the mailing date of this letter.

Examiner Note:

1. Use this or form paragraph 7.02 when a proper search cannot
be made. However, see MPEP § 702.01 which requires a reason-
able search.
2. Inbracket 1, fill in an appropriate indication of the terminol-
ogy, properties, units of data, etc. that are the problem as well as
the pages of the specification involved.
3. For the procedure to be followed when only the drawing is
informal, see MPEP §§ 608.02(a) and 608.02(b).

Use form paragraph 7.02 where the application is
so incomprehensible that a reasonable search cannot
be made.

g 7.02 Disclosure Is Incomprehensible

The disclosure is objected to under 37 CFR 1.71, as being so
incomprehensible as to preclude a reasonable search of the prior
art by the examiner. For example, the following items are not
understood: [1]
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Applicant is required to submit an amendment which clarifies
the disclosure so that the examiner may make a proper compari-
son of the invention with the prior art.

Applicant should be careful not to introduce any new matter
into the disclosure (i.e., matter which is not supported by the dis-
closure as originally filed).

A shortened statutory period for reply to this action is set to
expire ONE MONTH or THIRTY DAYS, whichever is longer,
from the mailing date of this letter.

Examiner Note:
1. Use this form paragraph when a search cannot be made.

2. In bracket 1, indicate the page numbers and features which
are not understood.

3. See form paragraphs 6.28 and 6.30 for improper idiomatic
English.

4. Use form paragraphs 7.31.01 — 7.31.04, as appropriate, for a
rejection of claims (when necessary) based on the deficiencies set
forth in this form paragraph.

For the procedure to be followed when only the
drawing is informal, see MPEP § 608.02(a) and §
608.02(b).

703  “General Information Concerning
Patents”

The booklet “General Information Concerning Pat-
ents” for use by applicants contemplating the filing or
prosecution of their own applications, may be pur-
chased from the Superintendent of Documents, U.S.
Government Printing Office, Washington, D.C.
20402. The booklet is also available from the USPTO
Web page at: http://www.uspto.gov.

704 Search and Requirements for
Information

704.01 Search

After reading the specification and claims, the
examiner searches the prior art. The subject of
searching is more fully treated in MPEP Chapter
900. See especially MPEP § 904 through § 904.03.
The invention should be thoroughly understood
before a search is undertaken. However, informal
cases, or those which can only be imperfectly under-
stood when they come up for action in their regular
turn are also given a search, in order to avoid piece-
meal prosecution.
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PREVIOUS EXAMINER’S SEARCH

When an examiner is assigned to act on an applica-
tion which has received one or more actions by some
other examiner, full faith and credit should be given to
the search and action of the previous examiner unless
there is a clear error in the previous action or knowl-
edge of other prior art. In general the second examiner
should not take an entirely new approach to the appli-
cation or attempt to reorient the point of view of the
previous examiner, or make a new search in the mere
hope of finding something. See MPEP § 719.05.

704.10 Requirements For Information

37 CFR 1.105. Requirements for information.

(a)(1) In the course of examining or treating a matter in a
pending or abandoned application filed under 35 U.S.C. 111 or
371 (including a reissue application), in a patent, or in a reexami-
nation proceeding, the examiner or other Office employee may
require the submission, from individuals identified under §
1.56(c), or any assignee, of such information as may be reason-
ably necessary to properly examine or treat the matter, for exam-
ple:

(i) Commercial databases: The existence of any particu-
larly relevant commercial database known to any of the inventors
that could be searched for a particular aspect of the invention.

(ii) Search: Whether a search of the prior art was made,
and if so, what was searched.

(iil) Related information: A copy of any non-patent litera-
ture, published application, or patent (U.S. or foreign), by any of
the inventors, that relates to the claimed invention.

(iv) Information used to draft application: A copy of any
non-patent literature, published application, or patent (U.S. or for-
eign) that was used to draft the application.

(v) Information used in invention process: A copy of any
non-patent literature, published application, or patent (U.S. or for-
eign) that was used in the invention process, such as by designing
around or providing a solution to accomplish an invention result.

(vi) Improvements: Where the claimed invention is an
improvement, identification of what is being improved.

(vii)In Use: lIdentification of any use of the claimed
invention known to any of the inventors at the time the application
was filed notwithstanding the date of the use.

(2) Where an assignee has asserted its right to prosecute
pursuant to § 3.71(a) of this chapter, matters such as paragraphs
(a)(1)(i), (iii), and (vii) of this section may also be applied to such
assignee.

(3) Any reply that states that the information required to
be submitted is unknown and/or is not readily available to the
party or parties from which it was requested will be accepted as a
complete reply.

(b) The requirement for information of paragraph (a)(1) of
this section may be included in an Office action, or sent sepa-
rately.
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(c) A reply, or a failure to reply, to a requirement for infor-
mation under this section will be governed by §§ 1.135 and 1.136.

An examiner or other Office employee may require
from individuals identified under 37 CFR 1.56(c), or
any assignee, the submission of such information as
may be reasonably necessary to properly examine or
treat a matter in a pending or abandoned application
filed under 35 U.S.C. 111, in a pending or abandoned
application that has entered the national stage under
35 U.S.C. 371, in a patent, or in a reexamination pro-
ceeding. The scope of 37 CFR 1.105 is extended to
any assignee because the information required may be
known to some members of the assignee even if not
known by the inventors.

The authority for the Office to make such require-
ments arises from the statutory requirements of exam-
ination pursuant to 35 U.S.C. 131 and 132. An
examiner or other Office employee may make a
requirement for information reasonably necessary to
the examination or treatment of a matter in accor-
dance with the policies and practices set forth by the
Director(s) of the Technology Center or other admin-
istrative unit to which that examiner or other Office
employee reports.

704.11 What Information
Required

May Be

Information which may be required under
37 CFR 1.105 is that information reasonably neces-
sary to properly examine or treat a matter in a pending
or abandoned application filed under 35 U.S.C. 111
(including a reissue application), in a pending or
abandoned application that has entered the national
stage under 35 U.S.C. 371, in a patent, or in a reexam-
ination proceeding.

There must be a reasonable basis for the informa-
tion required that would aid in the examination of an
application or treatment of some matter. A require-
ment for information under 37 CFR 1.105 places a
substantial burden on the applicant that is to be mini-
mized by clearly focusing the reason for the require-
ment and the scope of the expected response. Thus,
the scope of the requirement should be narrowly
defined, and a requirement under 37 CFR 1.105 may
only be made when the examiner has a reasonable
basis for requiring information.
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704.11

INFORMATION REASONABLY NECESSARY
FOR FINDING PRIOR ART

The criteria stated in 37 CFR 1.105 for making a
requirement for information is that the information be
reasonably necessary to the examination or treatment
of a matter in an application. The information
required would typically be that necessary for finding
prior art or for resolving an issue arising from the
results of the search for art or from analysis of the
application file. A requirement for information neces-
sary for finding prior art is not a substitute for the
examiner performing a search of the relevant prior art;
the examiner must make a search of the art according
to MPEP § 704.01 and §§ 904 — 904.03.

The criteria of reasonable necessity is generally
met, e.g., where:

(A) the examiner’s search and preliminary analy-
sis demonstrates that the claimed subject matter can-
not be adequately searched by class or keyword
among patents and typical sources of non-patent liter-
ature, or

(B) either the application file or the lack of rele-
vant prior art found in the examiner’s search justifies
asking the applicant if he or she has information that
would be relevant to the patentability determination.

The first instance generally occurs where the inven-
tion as a whole is in a new area of technology which
has no patent classification or has a class with few
pieces of art that diverge substantially from the nature
of the claimed subject matter. In this situation, the
applicant is likely to be among the most knowledge-
able in the art, as evidenced by the scarcity of art, and
requiring the applicant’s information of areas of
search is justified by the need for the applicant’s
expertise.

The second instance generally occurs where the
application file, or other related applications or publi-
cations authored by the applicant, suggests the appli-
cant likely has access to information necessary to a
more complete understanding of the invention and its
context. In this situation, the record suggests that the
details of such information may be relevant to the
issue of patentability, and thus shows the need for
information in addition to that already submitted by
the applicant.
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704.11(a) Examples Of
Reasonably Required

Information

37 CFR 1.105(a)(1)(i)-(vii) lists specific examples
of information that may be reasonably required. Other
examples, not meant to be exhaustive, of information
that may be reasonably required for examination of an
application include:

(A) The name and citation of any particularly rel-
evant indexed journal, or treatise.

(B) The trade name of any goods or services the
claimed subject matter is embodied in.

(C) The citation for, the dates initially published
and copies of any advertising and promotional litera-
ture prepared for any goods or services the claimed
subject matter has been embodied in.

(D) The citation for and copies of any journal arti-
cles describing any goods or services the claimed sub-
ject matter has been embodied in.

(E) The trade names and providers of any goods
or services in competition with the goods or services
the claimed subject matter has been embodied in.

(F) Any written descriptions or analyses, pre-
pared by any of the inventors or assignees, of goods or
services in competition with the goods or services the
claimed subject matter has been embodied in.

(G) Identification of pending or abandoned appli-
cations filed by at least one of the inventors or
assigned to the same assignee as the current applica-
tion that disclose similar subject matter that are not
otherwise identified in the current application.

(H) A reply to a matter raised in a protest under
37 CFR 1.291.

() An explanation of technical material in a pub-
lication, such as one of the inventor’s publications.

(J) The identification of changes made in a refor-
matted continuing application filed under 37 CFR
1.53(b).

(K) A mark-up for a continuation-in-part applica-
tion showing the subject matter added where there is
an intervening reference.

(L) Comments on a new decision by the Federal
Circuit that appears on point.

(M) The publication date of an undated document
mentioned by applicant that may qualify as printed
publication prior art (35 U.S.C. 102(a) or (b)).

August 2001

MANUAL OF PATENT EXAMINING PROCEDURE

(N) Comments on information of record which
raises a question of whether applicant derived the

invention from another under 35 U.S.C. 102(f).

704.11(b) When May A Requirement For
Information Be Made

A requirement for information under 37 CFR 1.105
is discretionary. A requirement may be made at any
time once the necessity for it is recognized and should
be made at the earliest opportunity after the necessity
is recognized. The optimum time for making a
requirement is prior to or with a first action on the
merits because the examiner has the maximum oppor-
tunity to consider and apply the response. Ordinarily,
a request for information should not be made with or
after a final rejection.

PRIOR TO THE FIRST ACTION ON THE
MERITS

It may be appropriate to make a requirement for
information prior to the first action on the merits, such
as with a restriction requirement, when the examiner’s
search and preliminary analysis demonstrates that the
claimed subject matter cannot be adequately searched
by class or keyword among patents or in areas of
emerging technology where the Office has minimal
prior art.

Factors to be considered for the appropriateness of
a separate requirement for information prior to the
first action on the merits include:

(A) Whether the claimed subject matter is in a
newly established art area without a well-developed
prior art resource pool;

(B) Whether the applicant submitted an Informa-
tion Disclosure Statement;

(C) Whether the specification’s background
description adequately describes the background of
the disclosed subject matter;

(D) Whether related documents, written by an
inventor or an employee of the assignee, which were
not submitted, are found during the search or
described in the application file;

(E) Whether non-patent literature is referred to in
the disclosure, but a copy has not been supplied; and

(F) Whether the specification’s background of
the invention describes information as being known
or conventional, which may be considered as an
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admission of prior art, but such information is unfa-
miliar to examiner and cannot be found within the
application file or from the examiner’s search, and
further details of the information would be relevant to
the question of patentability.

WITH THE FIRST ACTION ON THE MERITS

A requirement for information may be combined
with a first action on the merits that includes at least
one rejection, if, for example, either the application
file or the lack of relevant prior art found in the exam-
iner’s search justifies asking the applicant if he or she
has information that would be relevant to the patent-
ability determination.

It is not appropriate to make a requirement for
information based on a lack of relevant prior art with
a first action on the merits allowance or Ex parte
Quayle action.

AFTER THE FIRST ACTION ON THE MERITS

A requirement for information made after the first
action on the merits may be appropriate when the
application file justifies asking the applicant if he or
she has information that would be relevant to the pat-
entability determination. It is rarely appropriate to
require information because of a lack of relevant prior
art after the first action on the merits.

A requirement for information is not proper when
no further action would be taken by the examiner. The
reasonable necessity criteria for a requirement for
information implies further action by the examiner.
This means that actions in which requirements for
information necessary for examination are made
should generally be a non-final action because the
applicant’s reply must be considered and applied as
appropriate.

Under limited circumstances, requirements under
37 CFR 1.105 may be made in an application that is
issued or abandoned. Such a requirement would nor-
mally be made only during part of some ongoing pro-
ceeding involving the issued patent or abandoned
application. Examples of proceedings when an exam-
iner or other Office employee would issue such a
request in an abandoned application include proceed-
ings to revive the abandoned application. Examples of
proceedings when an examiner or other Office
employee would issue such a request in a patent

700-9

704.12(a)

include proceedings to change inventorship and reex-
amination proceedings.

704.12 Replies To A Requirement For
Information

Replies to requirements for information must be
complete and filed within the time period set includ-
ing any extensions. Failure to reply within the time
period set will result in the abandonment of the appli-
cation. All replies for a request for information should
be checked for completeness. Any incomplete reply
can be completed within the original time period set
including any extensions. Supplemental replies filed
after the expiration of the original period for reply
including any extensions of time must comply with all
other rules for submissions of information.

704.12(a)Relationship of Requirement for
Information to Duty of Disclosure

The duty of candor and good faith under 37 CFR
1.56 applies to the applicant’s reply to a requirement
for information under 37 CFR 1.105, and requires that
the applicant reply to a requirement under 37 CFR
1.105 with information reasonably and readily avail-
able.

37 CFR 1.56 requires parties identified in 37 CFR
1.56(c) to disclose to the Office information material
to the patentability of the claimed subject matter. This
threshold is substantially higher than that for requir-
ing information under 37 CFR 1.105, which is reason-
able necessity to the examination of the application.

In contrast with the applicant’s duty to disclose on
his or her own initiative information material to pat-
entability under 37 CFR 1.56, the Office has the
authority to require information reasonably necessary
to the examination or treatment of a matter in an
application. Such information may not be considered
material to patentability by applicant, hence applicant
would not be required to provide the information
under 37 CFR 1.56. The information is instead rea-
sonably necessary to determine the state of the art, the
context in which the invention is practiced, the direc-
tions in which the relevant art are advancing, the sim-
ilarity between the claimed subject matter and other
art worked on by the applicants and their assignees or
to otherwise proceed in the examination and treatment
of matters in an application.
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Similar to 37 CFR 1.56, applicant is required by 37
CFR 1.105 to submit information already known, but
there is no requirement to search for information that
is unknown. Unlike 37 CFR 1.56, applicant is
required by 37 CFR 1.105 to submit information that
may not be material to patentability in itself, but that
is necessary to obtain a complete record from which a
determination of patentability may be determined.

704.12(b)What Constitutes A Complete
Reply

A complete reply to a 37 CFR 1.105 requirement is
a reply to each enumerated requirement for informa-
tion giving either the information required or a state-
ment that the information required to be submitted is
unknown and/or is not readily available to the party or
parties from which it was requested. There is no
requirement for the applicant to show that the
required information was not, in fact, readily attain-
able, but applicant is required to make a good faith
attempt to obtain the information and to make a rea-
sonable inquiry once the information is requested.

A reply stating that the information required to be
submitted is unknown and/or is not readily available
to the party or parties from which it was requested
will generally be sufficient unless, for example, it is
clear the applicant did not understand the require-
ment, or the reply was ambiguous and a more specific
answer is possible.

704.12(c)Treatment of An Incomplete
Reply

An incomplete reply to a 37 CFR 1.105 require-
ment in a pending application or reexamination pro-
ceeding is handled in the same manner as an
amendment not fully responsive to a non-final office
action. See 37 CFR 1.135(c) and MPEP § 714.03.
Where the reply is a bona fide reply, form paragraph
7.95 may be used. Note that a 37 CFR 1.105 require-
ment, even absent an action on the merits, is an Office
action.

q 7.95 Bona Fide, Non-Responsive Amendments

The reply filed on [1] is not fully responsive to the prior Office
action because of the following omission(s) or matter(s): [2]. See
37 CFR 1.111. Since the above-mentioned reply appears to be
bona fide, applicant is given a TIME PERIOD of ONE (1)
MONTH or THIRTY (30) DAYS from the mailing date of this
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notice, whichever is longer, within which to supply the omission
or correction in order to avoid abandonment. EXTENSIONS OF
THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR
1.136(a).

Examiner Note:

This practice does not apply where there has been a deliberate
omission of some necessary part of a complete reply, or where the
application is subject to a final Office action. Under such cases,
the examiner has no authority to grant an extension if the period
for reply has expired. See paragraph 7.91.

An incomplete reply to a 37 CFR 1.105 require-
ment in an abandoned application will only result in
termination of the proceedings since the application is
already abandoned. Similarly, an incomplete reply to
a 37 CFR 1.105 requirement in an issued patent dur-
ing a request for inventorship change will only result
in termination of the proceedings, not lapse of the
patent.

704.13 Time Periods for Reply

A reply, or a failure to reply, to a requirement for
information under 37 CFR 1.105 will be governed by
37 CFR 1.135 and 1.136. See MPEP § 710 ef seq.

Requirements for information under 37 CFR 1.105
made without an action on the merits should set a
shortened statutory period of two months for reply.
Applicant may extend the time period for reply up to
six months in accordance with 37 CFR 1.136(a).

Requirements sent with an office action on the mer-
its, and not as a separate Office action, will be given
the same period for reply as the action on the merits.

A requirement for information under 37 CFR 1.105
is an Office action under 35 U.S.C. 132 for patent
term adjustment purposes. See MPEP § 2730 for
information pertaining to patent term adjustment.

704.14 Making a
Information

Requirement For

A requirement for information under 37 CFR 1.105
should be narrowly specified and limited in scope. It
is a significant burden on both the applicant and the
Office since the applicant must collect and submit the
required information and the examiner must consider
all the information that is submitted. A requirement
for information is only warranted where the benefit
from the information exceeds the burden in obtaining
information.
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704.14(a)Format of the Requirement

The requirement must clearly indicate that a
requirement under 37 CFR 1.105 is being made, the
basis for the requirement, and what information is
being required. Requirements should specify the par-
ticular art area involved, and the particular claimed
subject matter within such art area, in which the infor-
mation is required in order to avoid overly burdening
the applicant and to avoid inviting large volumes of
information that are not relevant to the need for the
information. The requirement should also clearly indi-
cate the form the required information is expected to
take. That is, whether the requirement is for citations
and copies of individual art references, for the identi-
fication of whole collections of art, for answers to
questions, or for another specified form.

A requirement for information under 37 CFR 1.105
is generally prepared as a separate document that may
be attached to an Office action on the merits or mailed
as a stand alone action. The rule permits a require-
ment to be included within an Office action, but creat-
ing a separate document is preferable because the
existence of the requirement is immediately brought
to the attention of the recipient and it is more readily
routed by the applicant to the parties best able to
respond.

The requirement should state why the requirement
has been made and how the information is necessary
to the examination.

FORM PARAGRAPHS

The following form paragraphs should be used
when preparing a requirement for information:

q 7.105 Requirement for Information, Heading

Applicant and the assignee of this application are required
under 37 CFR 1.105 to provide the following information that the
examiner has determined is reasonably necessary to the examina-
tion of this application.

Examiner Note:
1. This form paragraph should appear at the beginning of any
requirement for information under 37 CFR 1.105, and should be
followed by an explanation of why the required information is
necessary for examination. Form paragraphs 7.106 — 7.121 may
be used as appropriate.
2. The requirement for information should conclude with form
paragraphs 7.122 — 7.126 as appropriate.

The following form paragraphs should be used as

appropriate where the information required pertains to
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a search for prior art, or to citations and/or copies of
publications:

q 7.106 Domain of Search

The information is required to extend the domain of search for
prior art. Limited amounts of art related to the claimed subject
matter are available within the Office, and are generally found in
class [1] and subclasses [2], which describe [3]. A broader range
of art to search is necessary to establish the level of knowledge of
those of ordinary skill in the claimed subject matter art of [4].

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. In bracket 4, insert a description of the art claimed but not
found in the classification system.

q 7.107 Level of Skill and Knowledge in the Art

The information is required to document the level of skill and
knowledge in the art of [1].

Examiner Note:

This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

q 7.108 Background Description

The information is required to complete the background
description in the disclosure by documenting [1].

Examiner Note:

This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

q 7.109 Products and Services Embodying Invention

The information is required to identify products and services
embodying the disclosed subject matter of [1] and identify the
properties of similar products and services found in the prior art.

Examiner Note:

This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

q 7.110 Art Suggested as Relevant

The information is required to enter in the record the art sug-
gested by the applicant as relevant to this examination in [1].

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. In bracket 1, describe where in the application file applicant
suggests that the art is relevant, e.g., the specification and the rele-
vant page thereof, or a paper received in the Office on a specified
date.
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q 7.111 List of Keywords

In response to this requirement, please provide a list of key-
words that are particularly helpful in locating publications related
to the disclosed art of [1].

Examiner Note:

This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

q 7.112 Citations for Electronically Searchable Databases
or Other Indexed Collections

In response to this requirement, please provide a list of cita-
tions to electronically searchable databases or other indexed col-
lections containing publications that document the knowledge
within the disclosed art of [1].

Examiner Note:

This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

q 7.113 Copy of Art Referred to in the Disclosure, But Not
Submitted

In response to this requirement, please provide a copy of each
of the following items of art referred to in the [1].

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. In bracket 1, describe where in the application file applicant
refers to art that has not been previously submitted, e.g., the spec-
ification and the relevant page thereof, or a paper received in the
Office on a specified date.

q 7.114 Copies of Publications Authored by Inventor(s)

In response to this requirement, please provide copies of each
publication which any of the applicants authored or co-authored
and which describe the disclosed subject matter of [1].

Examiner Note:

This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

q 7.115 Art Relied Upon for Description of Prior Art

In response to this requirement, please provide the title, cita-
tion and copy of each publication that is a source used for the
description of the prior art in the disclosure. For each publication,
please provide a concise explanation of that publication’ s contri-
bution to the description of the prior art.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.
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2. This requirement is limited in that only those documents
actually relied on, rather than documents believed to be relevant,
are required.

q 7.116 Art Relied Upon for Development of Invention

In response to this requirement, please provide the title, cita-
tion and copy of each publication that any of the applicants relied
upon to develop the disclosed subject matter that describes the
applicant’s invention, particularly as to developing [1]. For each
publication, please provide a concise explanation of the reliance
placed on that publication in the development of the disclosed
subject matter.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. This requirement is limited in that only those documents
actually relied on, rather than documents believed to be relevant,
are required.

3. Inbracket 1, insert a description of the most important inven-
tive elements.

q 7.117 Art Relied Upon for Drafting Claimed Subject
Matter

In response to this requirement, please provide the title, cita-
tion and copy of each publication that any of the applicants relied
upon to draft the claimed subject matter. For each publication,
please provide a concise explanation of the reliance placed on that
publication in distinguishing the claimed subject matter from the
prior art.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. This requirement is limited in that only those documents
actually relied on, rather than documents believed to be relevant,
are required.

q 7.118 Results of Applicant’s Prior Art Search

In response to this requirement, please state whether any
search of prior art was performed. If a search was performed,
please state the citation for each prior art collection searched. If
any art retrieved from the search was considered material to dem-
onstrating the knowledge of a person having ordinary skill in the
art to the disclosed [1]), please provide the citation for each piece
of art considered and a copy of the art.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. In bracket 1, describe the subject matter for which art is
required.

700-12



EXAMINATION OF APPLICATIONS

q 7.119 Names of Products or Services Incorporating
Claimed Invention

In response to this requirement, please provide the names of
any products or services that have incorporated the claimed sub-
ject matter.

Examiner Note:

This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

q 7.120 Names of Products or Services Incorporating
Disclosed Prior Art

In response to this requirement, please provide the names of
any products or services that have incorporated the disclosed prior
art [1].

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. In bracket 1, specify the attributes of the prior art that most
closely approximate the claimed subject matter to narrow the
focus of the reply.

g 7.121 Details of Improvement Over the Prior Art

In response to this requirement, please state the specific
improvements of the subject matter in claims [1] over the dis-
closed prior art and indicate the specific elements in the claimed
subject matter that provide those improvements. For those claims
expressed as means or steps plus function, please provide the spe-
cific page and line numbers within the disclosure which describe
the claimed structure and acts.

Examiner Note:

This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

The following form paragraphs should appear at the
end of the requirement for information, as appropri-
ate:

q 7.122 Submission of Only Pertinent Pages Where
Document is Large

In responding to those requirements that require copies of doc-
uments, where the document is a bound text or a single article
over 50 pages, the requirement may be met by providing copies of
those pages that provide the particular subject matter indicated in
the requirement, or where such subject matter is not indicated, the
subject matter found in applicant’s disclosure.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. Use this form paragraph where the scope of the requirement
for information specifically includes copies of publications.
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q 7.123 Waiver of Fee and Statement Requirements for
Certain Information Disclosures

The fee and certification requirements of 37 CFR 1.97 are
waived for those documents submitted in reply to this require-
ment. This waiver extends only to those documents within the
scope of the requirement under 37 CFR 1.105 that are included in
the applicant’s first complete communication responding to this
requirement. Any supplemental replies subsequent to the first
communication responding to this requirement and any informa-
tion disclosures beyond the scope of this requirement under 37
CFR 1.105 are subject to the fee and certification requirements of
37 CFR 1.97 where appropriate.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraph 7.124 and either
form paragraph 7.125 or 7.126 as appropriate.

2. Use this form paragraph where the scope of the requirement
for information specifically includes citations to and/or copies of
publications.

q 7.124 Contents of Good Faith Reply

The applicant is reminded that the reply to this requirement
must be made with candor and good faith under 37 CFR 1.56.
Where the applicant does not have or cannot readily obtain an
item of required information, a statement that the item is unknown
or cannot be readily obtained will be accepted as a complete reply
to the requirement for that item.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraph 7.125 or 7.126
as appropriate.

2. This form paragraph should appear in the conclusion of any
requirement for information.

q 7.125 Conclusion of Requirement That Accompanies
Office Action

This requirement is an attachment of the enclosed Office
action. A complete reply to the enclosed Office action must
include a complete reply to this requirement. The time period for
reply to this requirement coincides with the time period for reply
to the enclosed Office action.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should appear at the conclusion of any requirement for
information that accompanies an Office action. If the requirement
for information is mailed without any other Office action, use
form paragraph 7.126 instead.

2. Form paragraph 7.127 should appear at the end of any Office
action that includes an attached requirement for information.

q 7.126 Conclusion Of Requirement Mailed Without Any
Other Office Action

This requirement is subject to the provisions of 37 CFR 1.134,
1.135 and 1.136 and has a shortened statutory period of [1]
months. EXTENSIONS OF THIS TIME PERIOD MAY BE
GRANTED UNDER 37 CFR 1.136(a).
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Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should appear at the conclusion of any requirement for
information mailed without any other Office action. If the require-
ment for information is mailed an Office action, use form para-
graph 7.125 instead .

2. The period for reply is ordinarily set for 2 months.

q 7.127 Conclusion of Office Action That Includes
Requirement

This Office action has an attached requirement for information
under 37 CFR 1.105. A complete reply to this Office action must
include a complete reply to the attached requirement for informa-
tion. The time period for reply to the attached requirement coin-
cides with the time period for reply to this Office action.

Examiner Note:
This form paragraph should appear at the end of any Office
action that includes an attached requirement for information.

704.14(b)Examiner’s Obligation Following
Applicant’s Reply

The examiner must consider the information sub-
mitted with the applicant’s reply and apply the infor-
mation as the examiner deems appropriate. This
obligation arises from the examiner’s assertion that
the information is necessary to the examination in
making the requirement.

Information constituting identification of areas of
search must be considered and the examiner must
indicate which areas were used and which areas were
not used in performing a search. This indication may
be placed in the file wrapper search notes, or may be
made by notations on the applicant’s reply, with the
examiner’s initials and date, and with a notation in the
file wrapper search notes that searching based on the
37 CFR 1.105 requirement was made according to the
notes on the applicant’s reply.

Information constituting answers to queries posed
by the examiner or another Office employee must be
considered, and the record must indicate that the
answers were considered. This indication may be
made minimally by indicating “Considered” with the
initials and date of the person making such consider-
ation on the reply.

Art that is submitted in response to a 37 CFR 1.105
requirement must be considered, at least to the extent
that art submitted with an Information Disclosure
Statement under 37 CFR 1.97 and 1.98 is considered.
See MPEP § 609. If the applicant provides a written
list of citations for the art submitted with a reply to a
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37 CFR 1.105 requirement, an examiner must indicate
on that list which art has been considered and which
art has not been considered, in the same manner as
with an Information Disclosure Statement under
37 CFR 1.97 and 1.98. If the applicant provides no
such list, there is no requirement for the examiner to
prepare such a list or otherwise make the submitted
art of record unless the examiner relies on such art in
a rejection.

It is never appropriate to deny considering informa-
tion that is submitted in reply to, and is within the
scope of, a requirement under 37 CFR 1.105. How-
ever, information that is beyond the scope of a 37
CFR 1.105 requirement, submitted along with infor-
mation responding to a requirement under 37 CFR
1.105, need not be considered unless the submission
of such art conforms to the provisions of 37 CFR 1.97
and 1.98, and MPEP § 609. The criteria for measuring
the scope of a 37 CFR 1.105 requirement is the plain
meaning of the text of the requirement. For this rea-
son, it is essential that the scope of information
required be carefully specified. If art which is beyond
the scope of a 37 CFR 1.105 requirement is submitted
in accordance with the provisions of 37 CFR 1.97 and
1.98, and MPEP § 609, such art must be considered
according to the provisions of 37 CFR 1.97 and 37
CFR 1.98.

704.14(c)Petitions to Requirements Under
37 CFR 1.105

Applicants who seek to have a requirement under
37 CFR 1.105 withdrawn or modified, or who seek to
have information submitted under 37 CFR 1.105 con-
sidered, may submit a petition under 37 CFR 1.181 to
the Director of the Technology Center in which the
requirement was issued. However, a petition is not a
reply to a 37 CFR 1.105 requirement. The time period
for the applicant to reply to the 37 CFR 1.105 require-
ment continues to run, even where a petition has been
submitted.

704.14(d)Relationship To
Disclosure Statements

Information

The initial reply, if responsive to the requirement
for information under 37 CFR 1.105 and submitted
within the original time period for reply including any
extensions of time, does not have to satisfy the fee
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and/or certification requirements of 37 CFR 1.97 and
1.98. Applicant should list the references on a copy of
Form PTO-1449 or PTO/SB/08 to have the citations
entered in the record. Any replies made subsequent to
the initial reply must meet the provisions of 37 CFR
1.97 and 1.98 as appropriate.

Any submission of art beyond the scope of a
requirement for information under 37 CFR 1.105 is a
submission of art under 37 CFR 1.97 and 1.98 and
MPEP § 609, and must meet the provisions of 37 CFR
1.97 and 1.98 for the art to be considered.

Where information is submitted in a reply to a
requirement under 37 CFR 1.105, the examiner may
NOT make the next Office action relying on that
art final unless all instances of the application of such
art are necessitated by amendment. This section
explicitly distinguishes the practice following a reply
under 37 CFR 1.105 from the practice in MPEP § 609
(paragraph B(2)) and MPEP § 706.07(a) following a
submission of an Information Disclosure Statement
under 37 CFR 1.97 and 1.98.

705  Patentability Reports

Where an application, properly assigned to one
Technology Center (TC), is found to contain one or
more claims, per se, classifiable in one or more other
TCs, which claims are not divisible inter se or from
the claims which govern classification of the applica-
tion in the first TC, the application may be referred to
the other TC(s) concerned for a report as to the patent-
ability of certain designated claims. This report is
known as a Patentability Report (P.R.) and is signed
by the primary examiner in the reporting TC.

The report, if legibly written, need not be typed.

Note that the Patentability Report practice is only
to be used in extraordinary circumstances. See MPEP
§ 705.01(e).

705.01 Instructions re Patentability Re-

ports

When an application comes up for any action and
the primary examiners involved (i.e., from both the
requesting and the requested Technology Center
(TC)) agree that a Patentability Report is necessary,
and if the TC Director of the requesting TC approves,
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the application is forwarded to the proper TC with a
memorandum attached, for instance, “For Patentabil-
ity Report from TC -- as to claims --.”

705.01(a) Nature of P.R., Its Use and
Disposal

The primary examiner in the Technology Center
(TC) from which the Patentability Report is
requested, if he or she approves the request, will
direct the preparation of the Patentability Report. This
Patentability Report is written or typed on a memo-
randum form and will include the citation of all perti-
nent references and a complete action on all claims
involved. The field of search covered should be
endorsed on the file wrapper by the examiner making
the report. When an examiner to whom an application
has been forwarded for a Patentability Report is of the
opinion that final action is in order as to the referred
claims, he or she should so state. The Patentability
Report when signed by the primary examiner in the
reporting TC will be returned to the TC to which the
application is regularly assigned and placed in the file
wrapper.

The examiner preparing the Patentability Report
will be entitled to receive an explanation of the disclo-
sure from the examiner to whom the case is assigned
to avoid duplication of work.

If the primary examiner in a reporting TC is of the
opinion that a Patentability Report is not in order, he
or she should so advise the primary examiner in the
forwarding TC.

DISAGREEMENT AS TO CLASSIFICATION

Conflict of opinion as to classification may be
referred to a patent classifier for decision.

If the primary examiner in the TC having jurisdic-
tion of the application agrees with the Patentability
Report, he or she should incorporate the substance
thereof in his or her action, which action will be com-
plete as to all claims. The Patentability Report in such
a case is not given a paper number but is allowed to
remain in the file until the application is finally dis-
posed of by allowance or abandonment, at which time
it should be removed.
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DISAGREEMENT ON PATENTABILITY RE-
PORT

If the primary examiner does not agree with the
Patentability Report or any portion thereof, he or she
may consult with the primary examiner responsible
for the report. If agreement as to the resulting action
cannot be reached, the primary examiner having juris-
diction of the application need not rely on the Patent-
ability Report but may make his or her own action on
the referred claims, in which case the Patentability
Report should be removed from the file.

APPEAL TAKEN

When an appeal is taken from the rejection of
claims, all of which are examinable in the TC prepar-
ing a Patentability Report, and the application is oth-
erwise allowable, formal transfer of the application to
said TC should be made for the purpose of appeal
only. The receiving TC will take jurisdiction of the
application and prepare the examiner’s answer. At the
time of allowance, the application may be sent to
issue by said TC with its classification determined by
the controlling claims remaining in the application.

705.01(b) Sequence of Examination

In the event that the supervisory patent examiners
concerned in a P.R. case cannot agree as to the order
of examination by their Technology Centers (TCs),
the supervisory patent examiner having jurisdiction of
the application will direct that a complete search be
made of the art relevant to his or her claims prior to
referring the application to another TC for report. The
TC to which the application is referred will be advised
of the results of this search.

If the supervisory patent examiners are of the opin-
ion that a different sequence of search is expedient,
the order of search should be correspondingly modi-
fied.

705.01(c) Counting and Recording P.R.s

The forwarding of the application for a Patentabil-
ity Report is not to be treated as a transfer by the for-
warding Technology Center (TC). When the P.R. is
completed and the application is ready for return to
the forwarding TC, it is not counted either as a receipt
or action by transfer. Credit, however, is given for the
time spent.
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The date status of the application in the reporting
TC will be determined on the basis of the dates in the
TC of original jurisdiction. To ensure orderly progress
in the reported dates, a timely reminder should be fur-
nished to the TC making the P.R.

705.01(d) Duplicate Prints of Drawings

In Patentability Report applications having draw-
ings, the examiner to whom the case is assigned will
furnish to the Technology Center (TC) to which the
application is referred, prints of such sheets of the
drawings as are applicable, for interference search
purposes. That this has been done may be indicated by
a pencil notation on the file wrapper.

When an application that has had Patentability
Report prosecution is passed for issue or becomes
abandoned, NOTIFICATION of this fact will AT
ONCE be given by the TC having jurisdiction of the
application to each TC that submitted a Patentability
Report. The examiner of each such reporting TC will
note the date of allowance or abandonment on the
duplicate set of prints. At such time as these prints
become of no value to the reporting TC, they may be
destroyed.

705.01(e) Limitation as to Use

The above outlined Patentability Report practice is
not obligatory and should be resorted to only where it
will save total examiner time or result in improved
quality of action due to specialized knowledge. A
saving of total examiner time that is required to give a
complete examination of an application is of primary
importance. Patentability Report practice is based on
the proposition that when plural, indivisible inven-
tions are claimed, in some instances either less time is
required for examination, or the results are of better
quality, when specialists on each character of the
claimed invention treat the claims directed to their
specialty. However, in many instances a single exam-
iner can give a complete examination of as good qual-
ity on all claims, and in less total examiner time than
would be consumed by the use of the Patentability
Report practice.

Where claims are directed to the same character of
invention but differ in scope only, prosecution by Pat-
entability Report is never proper.

Exemplary situation where Patentability Reports
are ordinarily not proper are as follows:
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(A) Where the claims are related as a manufactur-
ing process and a product defined by the process of
manufacture. The examiner having jurisdiction of the
process can usually give a complete, adequate exami-
nation in less total examiner time than would be con-
sumed by the use of a Patentability Report.

(B) Where the claims are related as product and a
process which involves merely the fact that a product
having certain characteristics is made. The examiner
having jurisdiction of the product can usually make a
complete and adequate examination.

(C) Where the claims are related as a combination
distinguished solely by the characteristics of a sub-
combination and such subcombination, per se. The
examiner having jurisdiction of the subcombination
can usually make a complete and adequate examina-
tion.

Where it can be shown that a Patentability Report
will save total examiner time, one is permitted with
the approval of the Director of the Technology Center
to which the application is assigned. The “Approved”
stamp should be impressed on the memorandum
requesting the Patentability Report.

705.01(f) Interviews With Applicants

In situations where an interview is held on an appli-
cation in which a Patentability Report has been
adopted, the reporting Technology Center may be
called on for assistance at the interview when it con-
cerns claims treated by them. See MPEP § 713 to
§ 713.10 regarding interviews in general.

706  Rejection of Claims

After the application has been read and the claimed
invention understood, a prior art search for the
claimed invention is made. With the results of the
prior art search, including any references provided by
the applicant, the patent application should be
reviewed and analyzed in conjunction with the state
of the prior art to determine whether the claims define
a useful, novel, nonobvious, and enabled invention
that has been clearly described in the specification.
The goal of examination is to clearly articulate any
rejection early in the prosecution process so that the
applicant has the opportunity to provide evidence of
patentability and otherwise reply completely at the
earliest opportunity. The examiner then reviews all
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the evidence, including arguments and evidence
responsive to any rejection, before issuing the next
Office action. Where the examiner determines that
information reasonably necessary for the examination
should be required from the applicant under 37 CFR
1.105, such a requirement should generally be made
either prior to or with the first Office action on the
merits and should follow the procedures in MPEP §
704.10 et seq.

Although this part of the Manual explains the pro-
cedure in rejecting claims, the examiner should never
overlook the importance of his or her role in allowing
claims which properly define the invention.

37 CFR 1.104. Nature of examination.

sfesfesk skosk

(c) Rejection of claims.

(1) If the invention is not considered patentable, or not
considered patentable as claimed, the claims, or those considered
unpatentable will be rejected.

(2) Inrejecting claims for want of novelty or for obvious-
ness, the examiner must cite the best references at his or her com-
mand. When a reference is complex or shows or describes
inventions other than that claimed by the applicant, the particular
part relied on must be designated as nearly as practicable. The
pertinence of each reference, if not apparent, must be clearly
explained and each rejected claim specified.

(3) In rejecting claims the examiner may rely upon
admissions by the applicant, or the patent owner in a reexamina-
tion proceeding, as to any matter affecting patentability and, inso-
far as rejections in applications are concerned, may also rely upon
facts within his or her knowledge pursuant to paragraph (d)(2) of
this section.

(4) Subject matter which is developed by another person
which qualifies as prior art only under 35 U.S.C. 102(f) or (g) may
be used as prior art under 35 U.S.C. 103 against a claimed inven-
tion unless the entire rights to the subject matter and the claimed
invention were commonly owned by the same person or organiza-
tion or subject to an obligation of assignment to the same person
or organization at the time the claimed invention was made.

(5) The claims in any original application naming an
inventor will be rejected as being precluded by a waiver in a pub-
lished statutory invention registration naming that inventor if the
same subject matter is claimed in the application and the statutory
invention registration. The claims in any reissue application nam-
ing an inventor will be rejected as being precluded by a waiver in
a published statutory invention registration naming that inventor if
the reissue application seeks to claim subject matter:

(i) Which was not covered by claims issued in the
patent prior to the date of publication of the statutory invention
registration; and

(i) Which was the same subject matter waived in the
statutory invention registration.

koskosieoskk
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UNIFORM APPLICATION OF
PATENTABILITY STANDARD

THE

The standards of patentability applied in the exami-
nation of claims must be the same throughout the
Office. In every art, whether it be considered “com-
plex,” “newly developed,” “crowded,” or “competi-
tive,” all of the requirements for patentability (e.g.,
novelty, usefulness and unobviousness, as provided in
35 U.S.C. 101, 102, and 103) must be met before a
claim is allowed. The mere fact that a claim recites in
detail all of the features of an invention (i.e., is a “pic-
ture” claim) is never, in itself, justification for the
allowance of such a claim.

An application should not be allowed , unless and
until issues pertinent to patentability have been raised
and resolved in the course of examination and prose-
cution, since otherwise the resultant patent would not
justify the statutory presumption of validity (35
U.S.C. 282), nor would it “strictly adhere” to the
requirements laid down by Congress in the 1952 Act
as interpreted by the Supreme Court. The standard to
be applied in all cases is the “preponderance of the
evidence” test. In other words, an examiner should
reject a claim if, in view of the prior art and evidence
of record, it is more likely than not that the claim is
unpatentable.

DEFECTS IN FORM OR OMISSION OF A
LIMITATION; CLAIMS OTHERWISE
ALLOWABLE

When an application discloses patentable subject
matter and it is apparent from the claims and the
applicant's arguments that the claims are intended to
be directed to such patentable subject matter, but the
claims in their present form cannot be allowed
because of defects in form or omission of a limitation,
the examiner should not stop with a bare objection or
rejection of the claims. The examiner’s action should
be constructive in nature and when possible should
offer a definite suggestion for correction.

PATENTABLE SUBJECT
DISCLOSED BUT NOT CLAIMED

MATTER

If the examiner is satisfied after the search has been
completed that patentable subject matter has been dis-
closed and the record indicates that the applicant
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intends to claim such subject matter, he or she may
note in the Office action that certain aspects or fea-
tures of the patentable invention have not been
claimed and that if properly claimed such claims may
be given favorable consideration.

RECONSIDERATION OF CLAIMS AFTER
REPLY BY APPLICANT

37 CFR 1.112. Reconsideration before final action.

After reply by applicant or patent owner (§ 1.111 or § 1.945) to
a non-final action and any comments by an inter partes reexami-
nation requester (§ 1.947), the application or the patent under
reexamination will be reconsidered and again examined. The
applicant, or in the case of a reexamination proceeding the patent
owner and any third party requester, will be notified if claims are
rejected, objections or requirements made, or decisions favorable
to patentability are made, in the same manner as after the first
examination (§ 1.104). Applicant or patent owner may reply to
such Office action in the same manner provided in § 1.111 or
§ 1.945, with or without amendment, unless such Office action
indicates that it is made final (§ 1.113) or an appeal (§ 1.191) has
been taken (§ 1.116), or in an infer partes reexamination, that it is
an action closing prosecution (§ 1.949) or a right of appeal notice
(§ 1.953).

37 CFR 1.112 provides for the reconsideration and
continued examination of an application or a patent
under reexamination after reply by the applicant or
the patent owner. If claims are rejected, or objections
or requirements made, applicant or patent owner will
be notified in the same manner as after the first exam-
ination. Applicant or patent owner may reply to such
Office action in the same manner provided in 37 CFR
1.111 or 37 CFR 1.945, with or without amendment,
unless such Office action indicates that it is made final
(37 CFR 1.113), or an appeal under 37 CFR 1.191 has
been taken (37 CFR 1.116), or in an inter partes reex-
amination, that it is an action closing prosecution (37
CFR 1.949) or a right of appeal notice (37 CFR
1.953). Once an appeal has been taken in an applica-
tion, any amendment is subject to the provisions of 37
CFR 1.116(b) and (c), even if the appeal is in reply to
a non-final Office action.

REJECTIONS IN STATUTORY INVENTION
REGISTRATIONS

See MPEP Chapter 1100 for rejection of claims in
an application for a Statutory Invention Registration.
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706.01 Contrasted With Objections

The refusal to grant claims because the subject mat-
ter as claimed is considered unpatentable is called a
“rejection.” The term “rejected” must be applied to
such claims in the examiner’s action. If the form of
the claim (as distinguished from its substance) is
improper, an “objection” is made. An example of a
matter of form as to which objection is made is depen-
dency of a claim on a rejected claim, if the dependent
claim is otherwise allowable. See MPEP § 608.01(n).
The practical difference between a rejection and an
objection is that a rejection, involving the merits of
the claim, is subject to review by the Board of Patent
Appeals and Interferences, while an objection, if per-
sisted, may be reviewed only by way of petition to the
Commissioner.

Similarly, the Board will not hear or decide issues
pertaining to objections and formal matters which are
not properly before the Board. These formal matters
should not be combined in appeals to the Board.

706.02 Rejection on Prior Art
35 U.S.C. 102. Conditions for patentability; novelty and
loss of right to patent.
A person shall be entitled to a patent unless —

(a) the invention was known or used by others in this coun-
try, or patented or described in a printed publication in this or a
foreign country, before the invention thereof by the applicant for
patent, or

(b) the invention was patented or described in a printed pub-
lication in this or a foreign country or in public use or on sale in
this country, more than one year prior to the date of the application
for patent in the United States, or

(c) he has abandoned the invention, or

(d) the invention was first patented or caused to be patented,
or was the subject of an inventor’s certificate, by the applicant or
his legal representatives or assigns in a foreign country prior to the
date of the application for patent in this country on an application
for patent or inventor’s certificate filed more than twelve months
before the filing of the application in the United States, or

(e) the invention was described in—

(1) an application for patent, published under section
122(b), by another filed in the United States before the invention
by the applicant for patent, except that an international application
filed under the treaty defined in section 351(a) shall have the
effect under this subsection of a national application published
under section 122(b) only if the international application designat-
ing the United States was published under Article 21(2)(a) of such
treaty in the English language; or
(2) a patent granted on an application for patent by

another filed in the United States before the invention by the
applicant for patent, except that a patent shall not be deemed filed
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in the United States for the purposes of this subsection based on
the filing of an international application filed under the treaty
defined in section 351(a); or

(f) he did not himself invent the subject matter sought to be
patented, or

(g)(1)during the course of an interference conducted under
section 135 or section 291, another inventor involved therein
establishes, to the extent permitted in section 104, that before such
person’s invention thereof the invention was made by such other
inventor and not abandoned, suppressed, or concealed, or (2)
before such person’s invention thereof, the invention was made in
this country by another inventor who had not abandoned, sup-
pressed, or concealed it. In determining priority of invention
under this subsection, there shall be considered not only the
respective dates of conception and reduction to practice of the
invention, but also the reasonable diligence of one who was first
to conceive and last to reduce to practice, from a time prior to con-
ception by the other.

35 U.S.C. 103. Conditions for patentability; non-obvious
subject matter.

(a) A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section 102 of this
title, if the differences between the subject matter sought to be pat-
ented and the prior art are such that the subject matter as a whole
would have been obvious at the time the invention was made to a
person having ordinary skill in the art to which said subject matter
pertains. Patentability shall not be negatived by the manner in
which the invention was made.

(b)(1) Notwithstanding subsection (a), and upon timely elec-
tion by the applicant for patent to proceed under this subsection, a
biotechnological process using or resulting in a composition of
matter that is novel under section 102 and nonobvious under sub-
section (a) of this section shall be considered nonobvious if-

(A) claims to the process and the composition of matter
are contained in either the same application for patent or in sepa-
rate applications having the same effective filing date; and

(B) the composition of matter, and the process at the time
it was invented, were owned by the same person or subject to an
obligation of assignment to the same person.

(2) A patent issued on a process under paragraph (1)-

(A) shall also contain the claims to the composition of
matter used in or made by that process, or

(B)  shall, if such composition of matter is claimed
in another patent, be set to expire on the same date as such other
patent, notwithstanding section 154.

(3) For purposes of paragraph (1), the term “biotechno-
logical process” means-

(A) a process of genetically altering or otherwise
inducing a single- or multi-celled organism to-
(1) express an exogenous nucleotide sequence,
(i1) inhibit, eliminate, augment, or alter expression
of an endogenous nucleotide sequence, or
(iii) express a specific physiological characteristic
not naturally associated with said organism;
(B) cell fusion procedures yielding a cell line that
expresses a specific protein, such as a monoclonal antibody; and
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(C) amethod of using a product produced by a process
defined by subparagraph (A) or (B), or a combination of subpara-
graphs (A) and (B).

(c) Subject matter developed by another person, which qual-
ifies as prior art only under one or more of subsections (e), (f), and
(g) of section 102 of this title, shall not preclude patentability
under this section where the subject matter and the claimed inven-
tion were, at the time the invention was made, owned by the same
person or subject to an obligation of assignment to the same per-
son.

By far the most frequent ground of rejection is on
the ground of unpatentability in view of the prior art,
that is, that the claimed subject matter is either not
novel under 35 U.S.C. 102, or else it is obvious under
35 U.S.C. 103. The language to be used in rejecting
claims should be wunequivocal. See MPEP §
707.07(d).

CHOICE OF PRIOR ART; BEST AVAILABLE

Prior art rejections should ordinarily be confined
strictly to the best available art. Exceptions may prop-
erly be made, for example, where:

(A) the propriety of a 35 U.S.C. 102 or 103 rejec-
tion depends on a particular interpretation of a claim;

(B) a claim is met only in terms by a reference
which does not disclose the inventive concept
involved; or

(C) the most pertinent reference seems likely to
be antedated by a 37 CFR 1.131 affidavit or declara-
tion.

Such rejections should be backed up by the best
other art rejections available. Merely cumulative
rejections, i.e., those which would clearly fall if the
primary rejection were not sustained, should be
avoided.

See also MPEP § 707.05.

REEXAMINATION

For scope of rejections in reexamination proceed-
ings see MPEP § 2258.

DISTINCTION BETWEEN 35 U.S.C. 102 AND
103

The distinction between rejections based on 35
U.S.C. 102 and those based on 35 U.S.C. 103 should
be kept in mind. Under the former, the claim is antici-
pated by the reference. No question of obviousness is
present. In other words, for anticipation under 35
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U.S.C. 102, the reference must teach every aspect of
the claimed invention either explicitly or impliedly.
Any feature not directly taught must be inherently
present. Whereas, in a rejection based on 35 U.S.C.
103, the reference teachings must somehow be modi-
fied in order to meet the claims. The modification
must be one which would have been obvious to one of
ordinary skill in the art at the time the invention was
made. See MPEP § 2131 - § 2146 for guidance on
patentability determinations under 35 U.S.C. 102 and
103.

DETERMINING THE EFFECTIVE FILING
DATE OF THE APPLICATION

The effective filing date of a U.S. application may
be determined as follows:

(A) If the application is a continuation or divi-
sional of one or more earlier U.S. applications and if
the requirements of 35 U.S.C. 120 have been satis-
fied, the effective filing date is the same as the earliest
filing date in the line of continuation or divisional
applications.

(B) If the application is a continuation-in-part of
an earlier U.S. application, any claims in the new
application not supported by the specification and
claims of the parent application have an effective fil-
ing date equal to the filing date of the new application.
Any claims which are fully supported under 35 U.S.C.
112 by the earlier parent application have the effective
filing date of that earlier parent application.

(C) If the application claims foreign priority
under 35 U.S.C. 119(a)-(d), the effective filing date is
the filing date of the U.S. application, unless situation
(A) or (B) as set forth above applies. The filing date of
the foreign priority document is not the effective fil-
ing date, although the filing date of the foreign prior-
ity document may be used to overcome certain
references. See MPEP § 706.02(b) and § 2136.05.

(D) If the application is entitled to priority under
35 U.S.C. 119(e) from a provisional application, the
effective filing date is the filing date of the provisional
application.

See MPEP § 1893.03(b) for determining the effec-
tive filing date of an application filed under 35 U.S.C.
371. See MPEP § 201.11(a) and § 1895 for determin-
ing the effective filing date of a continuation, divi-
sional, or continuation-in-part of a PCT application
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designating the U.S. See also MPEP § 1895.01 and
§ 1896 which discuss differences between applica-
tions filed under 35 U.S.C. 111(a) and 35 U.S.C. 371.

706.02(a) Rejections Under 35 U.S.C.
102(a), (b), or (e); Printed
Publication or Patent

Once the examiner conducts a search and finds a
printed publication or patent which discloses the
claimed invention, the examiner should determine
whether the rejection should be made under 35
U.S.C. 102(a), (b), or (e).

In order to determine which section of 35 U.S.C.
102 applies, the effective filing date of the application
must be determined and compared with the date of the
reference. See MPEP § 706.02 regarding determina-
tion of effective filing date of the application.

DETERMINING THE REFERENCE ISSUE OR
PUBLICATION DATE

The examiner must determine the issue or publica-
tion date of the reference so that a proper comparison
between the application and reference dates can be
made. A magazine is effective as a printed publica-
tion under 35 U.S.C. 102(b) as of the date it reached
the addressee and not the date it was placed in the
mail. Protein Foundation Inc. v. Brenner, 260 F. Supp.
519, 151 USPQ 561 (D.D.C. 1966). See MPEP
§ 707.05(f). For foreign patents see MPEP § 901.05.
See MPEP § 2124, § 2126, and § 2128 - § 2128.02
for case law relevant to reference date determination.

DETERMINING WHETHER TO APPLY 35
U.S.C. 102(a), (b), or (e)

1.35U.5.C. 102(b)

First, the examiner should consider whether the ref-
erence qualifies as prior art under 35 U.S.C. 102(b)
because this section results in a statutory bar to
obtaining a patent. If the publication or issue date of
the reference is more than 1 year prior to the effective
filing date of the application (MPEP § 706.02), the
reference qualifies as prior art under 35 U.S.C.
102(b).

Where the last day of the year dated from the date
of publication falls on a Saturday, Sunday or Federal
holiday, the publication is not a statutory bar under 35
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U.S.C. 102(b) if the application was filed on the next
succeeding business day. Ex parte Olah, 131 USPQ
41 (Bd. App. 1960) (The Board in Olah held that 35
U.S.C. 21(b) is applicable to the filing of an original
application for patent and that applicant’s own activ-
ity will not bar a patent if the 1-year grace period
expires on a Saturday, Sunday, or Federal holiday and
the application’s U.S. filing date is the next succeed-
ing business day.) Despite changes to 37 CFR
1.6(a)(2) and 1.10 which permit the USPTO to accord
a filing date to an application as of the date of deposit
as “Express Mail” with the U.S. Postal Service in
accordance with 37 CFR 1.10 (e.g., a Saturday filing
date), the rule changes do not affect applicant’s con-
current right to defer the filing of an application until
the next business day when the last day for “taking
any action” falls on a Saturday, Sunday, or Federal
holiday (e.g., the last day of the 1-year grace period
falls on a Saturday).

I1. 35 U.S.C. 102(e)

If the publication or issue date of the reference is
too recent for 35 U.S.C. 102(b) to apply, then the
examiner should consider 35 U.S.C. 102(e).

Determine Whether the Examined Application is a
PRE-PG PUB Application or a PG-PUB Application

The American Inventors Protection Act (AIPA),
Pub. L. 106-113, 113 Stat. 1501 (1999), amended
35 U.S.C. 102(e) to provide that U.S. patents, U.S.
application publications, and certain international
application publications can be used as prior art under
35 U.S.C. 102(e) based on their earliest effective fil-
ing date against applications filed on or after Novem-
ber 29, 2000, and applications filed prior to
November 29, 2000 which have been voluntarily pub-
lished. Applications that were filed on or after
November 29, 2000, and applications that were filed
prior to November 29, 2000 which have been volun-
tarily published are referred to as PG-PUB applica-
tions. When examining any PG-PUB application, the
application is subject to the current version of
35 U.S.C. 102 (e) as set forth below.

35 U.S.C. 102. Conditions for patentability; novelty and
loss of right to patent.

sfesfesk skosk

(e) the invention was described in—
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(1) an application for patent, published under section
122(b), by another filed in the United States before the invention
by the applicant for patent, except that an international application
filed under the treaty defined in section 351(a) shall have the
effect under this subsection of a national application published
under section 122(b) only if the international application designat-
ing the United States was published under Article 21(2)(a) of such
treaty in the English language; or

(2) a patent granted on an application for patent by
another filed in the United States before the invention by the
applicant for patent, except that a patent shall not be deemed filed
in the United States for the purposes of this subsection based on
the filing of an international application filed under the treaty
defined in section 351(a); or

skoskosieoskk

Applications that were filed prior to November 29,
2000 which have not been voluntarily published are
referred to as pre PG-PUB applications. This includes
international applications filed before November 29,
2000 which entered the national stage as to the U.S.
on or after November 29, 2000. When examining any
pre PG-PUB application, the application is subject to
the former version of 35 U.S.C. 102(e) as set forth
below.

Former 35 U.S.C. 102. Conditions for patentability;
novelty and loss of right to patent.
A person shall be entitled to a patent unless-

skoskoskokk

(e) the invention was described in a patent granted on an
application for patent by another filedin the United States before
the invention thereof by the applicant for patent, or on an interna-
tional application by another who has fulfilled the requirements of
paragraphs (1), (2), and (4) of section 371(c) of this title before the
invention thereof by the applicant for patent.

skoskosioskk

When Examining Pre PG-PUB Applications

When examining any application filed prior to
November 29, 2000 which has not been voluntarily
published (pre PG-PUB application), for 35 U.S.C.
102(e) to apply:

(A) The reference must be a U.S. Patent (or SIR)
with a filing date earlier than the effective filing date
of the application. See MPEP § 2136.03. Note that,
for purposes of 35 U.S.C. 102(e), the filing date of the
reference patent which has issued on an application
entitled to priority from a provisional application
under 35 U.S.C. 119(e) is the filing date of the provi-
sional application, except for a patent granted on an
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international application (PCT) in which applicant has
fulfilled the requirements of paragraphs (1), (2) and
(4) of 35 U.S.C. 371. The prior art date of a patent
granted on such a 35 U.S.C. 371 application is the
date on which paragraphs (1), (2) and (4) of 35 U.S.C.
371 have been fulfilled; and

(B) The inventive entity of the application must
be different than that of the reference. Note that,
where there are joint inventors, only one inventor
need be different for the inventive entities to be differ-
ent and a rejection under 35 U.S.C. 102(e) is applica-
ble even if there are some common inventors.

When Examining PG-PUB Applications

When examining applications filed on or after
November 29, 2000 or applications filed prior to
November 29, 2000 which have been voluntarily pub-
lished (PG-PUB applications), for 35 U.S.C. 102(e) to

apply:

(A) The reference must be a U.S. patent (or SIR),
a U.S. patent application publication, or an interna-
tional application publication with a filing date earlier
than the effective filing date of the application being
examined. An international application is prior art
under 35 U.S.C. 102(e) only if (1) the international
application designated the United States, (2) the inter-
national application was published under PCT Article
21(2)(a) in English, (3) the international application
was filed on or after November 29, 2000, and (4) the
international application entered the national stage as
to the United States. See MPEP § 2136.03. The 35
U.S.C. 102(e) critical reference date of U.S. patents,
U.S. application publications and certain international
application publications, entitled to the benefit of the
filing date of a provisional application under 35
U.S.C. 119(e), is the filing date of the provisional
application with certain exceptions. When examining
a PG-PUB application, a U.S. patent granted on a 35
U.S.C. 371 application has no reference date under 35
U.S.C. 102(e). A U.S. application publication result-
ing from a 35 U.S.C. 371 application entitled to the
benefit of the filing date of the provisional application
will have a reference date as of the filing date of the
provisional application under 35 U.S.C. 119(e) only if
the international application was published in English
pursuant to PCT Article 21(2)(a). Similarly, an inter-
national application publication entitled to the filing
date of a provisional application will have a reference
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date as of the filing date of the provisional applica-
tion, but only if the international application desig-
nated the United States, the international application
was published under PCT Article 21(2)(a) in English,
the international application was filed on or after
November 29, 2000, and the international application
entered the national stage as to the United States; and

(B) The inventive entity of the application must
be different than that of the reference. Note that,
where there are joint inventors, only one inventor
need be different for the inventive entities to be differ-
ent and a rejection under 35 U.S.C. 102(e) is applica-
ble even if there are some common inventors.

1. 35 U.S.C. 102(a)

If 35 U.S.C. 102(e) does not apply, then the exam-
iner should consider 35 U.S.C. 102(a). For 35 U.S.C.
102(a) to apply, the reference must have a publication
date earlier in time than the effective filing date of the
application, and must not be applicant’s own work.

706.02(b) Overcoming a 35 U.S.C. 102
Rejection Based on a Printed
Publication or Patent

A rejection based on 35 U.S.C. 102(b) can be over-
come by:

(A) Persuasively arguing that the claims are pat-
entably distinguishable from the prior art;

(B) Amending the claims to patentably distin-
guish over the prior art ;or

(C) Perfecting priority under 35 U.S.C. 119(e) or
120 by amending the specification of the application
to contain a specific reference to a prior application or
by filing an application data sheet under 37 CFR 1.76
which contains a specific reference to a prior applica-
tion in accordance with 37 CFR 1.78(a).

A rejection based on 35 U.S.C. 102(e) can be over-
come by:

(A) Persuasively arguing that the claims are pat-
entably distinguishable from the prior art;

(B) Amending the claims to patentably distin-
guish over the prior art;

(C) Filing an affidavit or declaration under 37
CFR 1.132 showing that the reference invention is not
by “another.” See MPEP § 715.01(a), § 715.01(c),
and § 716.10;
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(D) Filing an affidavit or declaration under 37
CFR 1.131 showing prior invention, if the reference is
not a U.S. patent (or application in the case of a provi-
sional rejection) claiming the same patentable inven-
tion as defined in 37 CFR 1.601(n). See MPEP § 715
for more information on 37 CFR 1.131 affidavits.
When the claims of the reference and the application
are directed to the same invention or are obvious vari-
ants, an affidavit or declaration under 37 CFR 1.131 is
not an acceptable method of overcoming the rejection.
Under these circumstances, the examiner must deter-
mine whether a double patenting rejection or interfer-
ence is appropriate. If there is a common assignee or
inventor between the application and patent, a double
patenting rejection must be made. See MPEP § 804.
If there is no common assignee or inventor and the
rejection under 35 U.S.C. 102(e) is the only possible
rejection, the examiner must determine whether an
interference should be declared. See MPEP Chapter
2300 for more information regarding interferences;

(E) Perfecting a claim to priority under 35 U.S.C.
119(a)-(d). The foreign priority filing date must ante-
date the reference and be perfected. The filing date of
the priority document is not perfected unless applicant
has filed a certified priority document in the applica-
tion (and an English language translation, if the docu-
ment is not in English) (see 37 CFR 1.55(a)(3)) and
the examiner has established that the priority docu-
ment satisfies the enablement and description require-
ments of 35 U.S.C. 112, first paragraph; or

(F) Perfecting priority under 35 U.S.C. 119(e) or
120 by amending the specification of the application
to contain a specific reference to a prior application or
by filing an application data sheet under 37 CFR 1.76
which contains a specific reference to a prior applica-
tionin accordance with 37 CFR 1.78(a).

A rejection based on 35 U.S.C. 102(a) can be over-
come by:

(A) Persuasively arguing that the claims are pat-
entably distinguishable from the prior art;

(B) Amending the claims to patentably distin-
guish over the prior art;

(C) Filing an affidavit or declaration under 37
CFR 1.131. See MPEP § 715 for information on the
requirements of 37 CFR 1.131 affidavits.

(D) Filing an affidavit or declaration under 37
CFR 1.132 showing that the reference invention is not
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by “another.” See MPEP § 715.01(a), § 715.01(c), and
§ 716.10;

(E) Perfecting a claim to priority under 35 U.S.C.
119(a)-(d) as explained in reference to 35 U.S.C.
102(e) above;

(F) Perfecting priority under 35 U.S.C. 119(e) or
120 by amending the specification of the application
to contain a specific reference to a prior application or
by filing an application data sheet under 37 CFR 1.76
which contains a specific reference to a prior applica-
tion in accordance with 37 CFR 1.78(a).

706.02(c) Rejections Under 35 U.S.C.

102(a) or (b); Knowledge by
Others or Public Use or Sale

An applicant may make an admission, or submit
evidence of sale of the invention or knowledge of the
invention by others, or the examiner may have per-
sonal knowledge that the invention was sold by appli-
cant or known by others in this country. The language
“in this country” means in the United States only and
does not include other WTO or NAFTA member
countries. In these cases the examiner must determine
if 35 U.S.C. 102(a) or 102(b) applies. See MPEP §
2133.03 for a discussion of case law treating the “pub-
lic use” and “on sale” statutory bars.

If the activity is by an entity other than the inven-
tors or assignee, such as sale by another, manufacture
by another or disclosure of the invention by applicant
to another then both 35 U.S.C. 102(a) and (b) may be
applicable. If the evidence only points to knowledge
within the year prior to the effective filing date then
35 U.S.C. 102(a) applies. However, no rejection under
35 U.S.C. 102(a) should be made if there is evidence
that applicant made the invention and only disclosed
it to others within the year prior to the effective filing
date.

35 U.S.C. 102(b) is applicable if the activity
occurred more than 1 year prior to the effective filing
date of the application. See MPEP § 2133.03 for a dis-
cussion of “on sale” and “public use” bars under 35
U.S.C. 102(b).

Note that as an aid to resolving public use or on sale
issues, as well as to other related matters of 35 U.S.C.
102(b) activity, an applicant may be required to
answer specific questions posed by the examiner and
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to explain or supplement any evidence of record. See
35 U.S.C. 132, 37CFR 1.104(a)(2). Information
sought should be restricted to that which is reasonably
necessary for the examiner to render a decision on
patentability. The examiner may consider making a
requirement for information under 37 CFR 1.105
where the evidence of record indicates reasonable
necessity. See MPEP § 704.10 et seq.

A 1- or 2-month time period should be set by the
examiner for any reply to the requirement, unless the
requirement is part of an Office action having a short-
ened statutory period, in which case the period for
reply to the Office action will also apply to the
requirement. If applicant fails to reply in a timely
fashion to a requirement for information, the applica-
tion will be regarded as abandoned. 35 U.S.C. 133.
See MPEP § 2133.03.

If there is not enough information on which to base
a public use or on sale rejection, the examiner should
make a requirement for more information. Form para-
graph 7.104 can be used.

q 7.104 Requirement for Information, Public Use or Sale

An issue of public use or on sale activity has been raised in this
application. In order for the examiner to properly consider patent-
ability of the claimed invention under 35 U.S.C. 102(b), addi-
tional information regarding this issue is required as follows: [1]

Applicant is reminded that failure to fully reply to this require-
ment for information will result in a holding of abandonment.

Examiner Note:

1. Information sought should be restricted to that which is rea-
sonably necessary for the examiner to render a decision on patent-
ability. See MPEP § 2133.03.

2. A one or two month time period should be set by the exam-
iner for reply to the requirement unless it is part of an Office
action having an SSP, in which case the period for reply will apply
also to the requirement.

3. If sufficient evidence already exists to establish a prima facie
case of public use or on sale, use form paragraph 7.16 to make a
rejection under 35 U.S.C. 102(b). See MPEP § 2133.03.

706.02(d) Rejections Under 35 U.S.C.
102(c)

Under 35 U.S.C. 102(c), abandonment of the
“invention” (as distinguished from abandonment of an
application) results in loss of right to a patent. See
MPEP § 2134 for case law which sets forth the crite-
ria for abandonment under 35 U.S.C. 102(c).
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706.02(e) Rejections Under 35 U.S.C.

102(d)

35 U.S.C. 102(d) establishes four conditions which,
if all are present, establish a statutory bar against the
granting of a patent in this country:

(A) The foreign application must be filed more
than 12 months before the effective filing date of the
United States application. See MPEP § 706.02 regard-
ing determination of the effective filing date of the
application.

(B) The foreign and United States applications
must be filed by the same applicant, his or her legal
representatives or assigns.

(C) The foreign application must have actually
issued as a patent or inventor’s certificate (e.g.,
granted by sealing of the papers in Great Britain)
before the filing in the United States. It need not be
published but the patent rights granted must be
enforceable.

(D) The same invention must be involved.

If such a foreign patent or inventor’s certificate is
discovered by the examiner, the rejection is made
under 35 U.S.C. 102(d) on the ground of statutory bar.

See MPEP § 2135.01 for case law which further
clarifies each of the four requirements of 35 U.S.C.
102(d).

SEARCHING FOR 35 U.S.C. 102(d) PRIOR ART

The examiner should only undertake a search for an
issued foreign patent for use as 35 U.S.C. 102(d) prior
art if there is a reasonable possibility that a foreign
patent covering the same subject matter as the U.S.
application has been granted to the same inventive
entity before the U.S. effective filing date, i.e., the
time period between foreign and U.S. filings is greater
than the usual time it takes for a patent to issue in the
foreign country. Normally, the probability of the
inventor’s foreign patent issuing before the U.S. filing
date is so slight as to make such a search unproduc-
tive. However, it should be kept in mind that the aver-
age pendency varies greatly between foreign
countries. In Belgium, for instance, a patent may be
granted in just a month after its filing, while in Japan
the patent may not issue for a decade.
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The search for a granted patent can be accom-
plished on an electronic database either by the exam-
iner or by the staff of the Scientific and Technical
Information Center. See MPEP § 901.06(a), para-
graph IV.B., for more information on online search-
ing. The document must be a patent or inventor’s
certificate and not merely a published or laid open
application.

706.02(f) Provisional Rejections Under
35 U.S.C. 102(e); Reference
Is a Copending U.S. Patent
Application

If a copending U.S. patent application discloses
subject matter which would anticipate the claims in
another pending U.S. application which has a differ-
ent inventive entity, the examiner should determine
whether a provisional 35 U.S.C. 102(e) rejection can
be made.

I COPENDING U.S. APPLICATIONS
HAVING AT LEAST ONE COMMON
INVENTOR OR ARE COMMONLY
ASSIGNED

If (1) at least one common inventor exists between
the applications or the applications are commonly
assigned and (2) the effective filing dates are differ-
ent, then a provisional rejection of the later filed
application should be made. The provisional rejection
is appropriate in circumstances where if the earlier
filed application is published or becomes a patent it
would constitute actual prior art under 35 U.S.C. 102.
Since neither application is published at the time of
the provisional rejection, the rejection must be made
under 35 U.S.C. 102(e).

A provisional rejection under 35 U.S.C. 102(e) can
be overcome in the same manner that a 35 U.S.C.
102(e) rejection can be overcome. See MPEP §
706.02(b). The provisional rejection can also be over-
come by abandoning the applications and filing a new
application containing the subject matter of both.

Form paragraph 7.15.01 or 715.04 should be used
as appropriate when making a provisional rejection
under 35 U.S.C. 102(e).
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q 7.15.01 Provisional Rejection, 35 U.S.C. 102(e) -
Common Assignee or At Least One Common Inventor,
Application Being Examined Filed before 11/29/00 and Not
Voluntarily Published Under 35 U.S.C. 122(b)

The changes made to 35 U.S.C. 102(e) by the American Inven-
tors Protection Act of 1999 (AIPA) do not apply to the examina-
tion of this application as the application being examined was not
(1) filed on or after November 29, 2000, or (2) voluntarily pub-
lished under 35 U.S.C. 122(b). Therefore, this application is
examined under 35 U.S.C. 102(e) prior to the amendment by the
AIPA (pre-AIPA 35 U.S.C. 102(e)).

Claim [1] provisionally rejected under 35 U.S.C. 102(e) as
being anticipated by copending Application No. [2] which has a
common [3] with the instant application.

Based upon the earlier effective U.S. filing date of the copend-
ing application, it would constitute prior art under 35 U.S.C.
102(e), if patented. This provisional rejection under 35 U.S.C.
102(e) is based upon a presumption of future patenting of the
copending application. [4].

This provisional rejection under 35 U.S.C. 102(e) might be
overcome either by a showing under 37 CFR 1.132 that any
invention disclosed but not claimed in the copending application
was derived from the inventor of this application and is thus not
the invention “by another,” or by an appropriate showing under 37
CFR 1.131.

This rejection may not be overcome by the filing of a terminal
disclaimer. See In re Bartfeld, 925 F.2d 1450, 17 USPQ2d 1885
(Fed. Cir. 1991).

Examiner Note:

1. This form paragraph is used to provisionally reject over a
copending application with an earlier filing date that discloses the
claimed invention. The copending application must have either a
common assignee or at least one common inventor.

2. If the application being examined was filed before November
29, 1999 and has not been voluntarily published, and the claims
would have been obvious over the invention disclosed in the other
copending application, use form paragraph 7.21.01.

3. If the application being examined was filed on or after
November 29, 1999 and has not been voluntarily published, and
there is no evidence of common ownership of record, and the
claims would have been obvious over the invention disclosed in
the other copending application, use form paragraph 7.21.01.

4. Inbracket 3, insert either --assignee-- or --inventor--.

5. In bracket 4, an appropriate explanation may be provided in
support of the examiner’s position on anticipation, if necessary.

6. If the claims of the copending application conflict with the
claims of the instant application, a provisional double patenting
rejection should also be given using form paragraphs 8.30 and
8.32.

7. If evidence is additionally of record to show that either
invention is prior art unto the other under 35 U.S.C. 102(f) or (g),
a rejection using form paragraphs 7.13 and/or 7.14 should also be
made.

q 7.15.04 Provisional Rejection, 35 U.S.C. 102(e) -
Common Assignee or At Least One Common Inventor,
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Application Being Examined Filed On or After 11/29/00 or
Filed Before 11/29/00 and Voluntarily Published Under 35
U.S.C. 122(b)

Claim [1] provisionally rejected under 35 U.S.C. 102(e) as
being anticipated by copending Application No. [2] which has a
common [3] with the instant application.

Based upon the earlier effective U.S. filing date of the copend-
ing application, it would constitute prior art under 35 U.S.C.
102(e), if published under 35 U.S.C. 122(b) or patented. This pro-
visional rejection under 35 U.S.C. 102(e) is based upon a pre-
sumption of future publication or patenting of the copending
application. [4]

This provisional rejection under 35 U.S.C. 102(e) might be
overcome either by a showing under 37 CFR 1.132 that any
invention disclosed but not claimed in the copending application
was derived from the inventor of this application and is thus not
the invention “by another,” or by an appropriate showing under 37
CFR 1.131.

This rejection may not be overcome by the filing of a terminal
disclaimer. See In re Bartfeld, 925 F.2d 1450, 17 USPQ2d 1885
(Fed. Cir. 1991).

Examiner Note:

1. This form paragraph should be used when the application
being examined was either filed on or after November 29, 2000 or
voluntarily published pursuant to 35 U.S.C. 122(b).

2. This form paragraph is used to provisionally reject over a
copending application with an earlier filing date that discloses the
claimed invention. The copending application must have either a
common assignee or at least one common inventor.

3. If the application being examined was filed before November
29, 1999, and the claims would have been obvious over the inven-
tion disclosed in the other copending application, use form para-
graph 7.21.01.

4. If the application being examined was filed on or after
November 29, 1999 and there is no evidence of common owner-
ship of record, and the claims would have been obvious over the
invention disclosed in the other copending application, use form
paragraph 7.21.01.

5. Inbracket 3, insert either --assignee-- or --inventor--.

6. In bracket 4, an appropriate explanation may be provided in
support of the examiner’s position on anticipation, if necessary.

7. If the claims of the copending application conflict with the
claims of the instant application, a provisional double patenting
rejection should also be given using form paragraphs 8.30 and
8.32.

8. If evidence is additionally of record to show that either
invention is prior art unto the other under 35 U.S.C. 102(f) or (g),
a rejection using form paragraphs 7.13 and/or 7.14 should also be
made.

II. COPENDING APPLICATIONS HAVING
NO COMMON INVENTOR OR AS-
SIGNEE

If there is no common assignee or common inven-
tor and the application was not published pursuant to
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35 U.S.C. 122(b), the confidential status of applica-
tions under 35 U.S.C. 122(a) must be maintained and
no rejection can be made relying on the earlier filed
application as prior art under 35 U.S.C. 102(e). If the
filing dates of the applications are within 6 months of
each other (3 months for simple subject matter) then
interference may be proper. See MPEP Chapter 2300.
If the application with the earliest effective U.S. filing
date will not be published pursuant to 35 U.S.C.
122(b), it must be allowed to issue once all the statu-
tory requirements are met. After the patent is pub-
lished, it may be used as a reference in a rejection
under 35 U.S.C. 102(e) in the still pending application
as appropriate. See MPEP § 706.02(a) and § 2136 et
seq.

706.02(g) Rejections Under 35 U.S.C.

102(f)

35 U.S.C. 102(f) bars the issuance of a patent
where an applicant did not invent the subject matter
being claimed and sought to be patented. See also
35 U.S.C. 101, which requires that whoever invents or
discovers is the party who may obtain a patent for the
particular invention or discovery. The examiner must
presume the applicants are the proper inventors unless
there is proof that another made the invention and that
applicant derived the invention from the true inventor.

See MPEP § 2137 - § 2137.02 for more informa-
tion on the substantive requirements of rejections
under 35 U.S.C. 102(f).

706.02(h) Rejections Under 35 U.S.C.

102(g)

35 U.S.C. 102(g) bars the issuance of a patent
where another made the invention in the United States
before applicant and had not abandoned, suppressed,
or concealed it. This section of 35 U.S.C. 102 forms
a basis for interference practice. See MPEP Chapter
2300 for more information on interference procedure.
See MPEP § 2138 - § 2138.06 for more information
on the requirements of 35 U.S.C. 102(g).
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706.02(i) Form Paragraphs for Use in

Rejections Under 35 U.S.C. 102

The following form paragraphs should be used in
making the appropriate rejections.

Note that the particular part of the reference relied
upon to support the rejection should be identified.

q 7.07 Statement of Statutory Basis, 35 U.S.C. 102

The following is a quotation of the appropriate paragraphs of
35 U.S.C. 102 that form the basis for the rejections under this sec-
tion made in this Office action:

A person shall be entitled to a patent unless --

Examiner Note:

1. The statute is no longer being re-cited in all Office actions. It
is only required in first actions on the merits and final rejections.
Where the statute is not being cited in an action on the merits, use
form paragraph 7.103.

2. Form paragraphs 7.07 to 7.14 are to be used ONLY ONCE in
a given Office action.

g 7.08 102(a), Activity by Another Before Invention by
Applicant

(a) the invention was known or used by others in this country,
or patented or described in a printed publication in this or a for-
eign country, before the invention thereof by the applicant for a
patent.

Examiner Note:
This form paragraph must be preceded by form paragraph 7.07.

q 7.09 102(b), Activity More Than One Year Prior to Filing

(b) the invention was patented or described in a printed publi-
cation in this or a foreign country or in public use or on sale in this
country, more than one year prior to the date of application for
patent in the United States.

Examiner Note:

This form paragraph must be preceded by paragraph form 7.07,
and may be preceded by form paragraph 7.08.

q 7.10 102(c), Invention Abandoned

(c) he has abandoned the invention.

Examiner Note:

This form paragraph must be preceded by form paragraph 7.07,
and may be preceded by one or more of form paragraphs 7.08 and
7.00.

q 7.11 102(d), Foreign Patenting

(d) the invention was first patented or caused to be patented, or
was the subject of an inventor’s certificate, by the applicant or his
legal representatives or assigns in a foreign country prior to the
date of the application for patent in this country on an application
for patent or inventor’s certificate filed more than twelve months
before the filing of the application in the United States.
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Examiner Note:

This form paragraph must be preceded by form paragraph 7.07,
and may be preceded by one or more of form paragraphs 7.08 to
7.10.

q 7.12 102(e), Patent to Another with Earlier Filing Date,
Application Being Examined Filed Before 11/29/00 and Not
Published under 35 U.S.C. 122(b)

(e) the invention was described in a patent granted on an appli-
cation for patent by another filed in the United States before the
invention thereof by the applicant for patent, or on an interna-
tional application by another who has fulfilled the requirements of
paragraphs (1), (2), and (4) of section 371(c) of this title before the
invention thereof by the applicant for patent.

The changes made to 35 U.S.C. 102(e) by the American Inven-
tors Protection Act of 1999 (AIPA) do not apply to the examina-
tion of this application as the application being examined was not
(1) filed on or after November 29, 2000, or (2) voluntarily pub-
lished under 35 U.S.C. 122(b). Therefore, this application is
examined under 35 U.S.C. 102(e) prior to the amendment by the
AIPA (pre-AIPA 35 U.S.C. 102(e)).

Examiner Note:

1. This form paragraph should only be used if the application
being examined was filed before November 29, 2000, and was
not voluntarily published as a patent application publication under
35 U.S.C. 122(b).

2. If the application being examined is a continued prosecution
application (CPA), and the actual filing date of this CPA is on or
after November 29, 2000, then form paragraph 7.12.01 must be
used instead.

3. The filing of a request for continued examination (RCE) does
not change the filing date of the application being examined.
Therefore, if an RCE is filed on or after November 29, 2000 in an
application filed (1) before November 29, 2000 and (2) not volun-
tarily published under 35 U.S.C. 122(b), pre-AIPA 35 U.S.C.
102(e) applies.

4. This form paragraph must be preceded by form paragraph
7.07, and may be preceded by one or more of form paragraphs
7.07 to 7.11.

q 7.12.01 102(e), Application for Patent or Patent to
Another with Earlier Filing Date, Application Being
Examined Filed on or After 11/29/00 or Filed Before 11/29/
00 and Voluntarily Published under 35 U.S.C. 122(b)

(e) the invention was described in—

(1) an application for patent, published under section
122(b), by another filed in the United States before the invention
by the applicant for patent, except that an international application
filed under the treaty defined in section 351(a) shall have the
effect under this subsection of a national application published
under section 122(b) only if the international application designat-
ing the United States was published under Article 21(2)(a) of such
treaty in the English language; or

(2) apatent granted on an application for patent by another
filed in the United States before the invention by the applicant for
patent, except that a patent shall not be deemed filed in the United
States for the purposes of this subsection based on the filing of an
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international application filed under the treaty defined in section
351(a).

Examiner Note:

1. This paragraph should only be used if the application
(including first-filed applications, continuing applications filed
under 37 CFR 1.53(b), CPAs and reissues) being examined was-
filed on or after November 29, 2000 or was filed prior to
November 29, 2000 but was voluntarily published as a patent
application publication under 35 U.S.C. 122(b).

2. This paragraph should also be used if the application being
examined is an international application complying with the
national stage requirements (35 U.S.C. 371(c)) having an interna-
tional filing date on or after November 29, 2000.

3. If the application being examined has not been published and
contains a request for continued examination (RCE) in an applica-
tion filed before November 29, 2000, form paragraph 7.12 must
be used instead of this form paragraph.

4. If post-AIPA 35 U.S.C. 102(e) is relied upon in the examina-
tion of the application it is important to note that a patent issued
from an international application complying with the national
stage requirements (35 U.S.C. 371(c)) is not to be relied upon in
making a prior art rejection under 35 U.S.C. 102(e)(2) since such
a patent has no prior art date under post-AIPA 35 U.S.C.
102(e)(2). The patent would continue to have its issue date as a
prior art date under 35 U.S.C. 102(a) and (b).

5. This form paragraph must be preceded by form paragraph
7.07, and may be preceded by one or more of form paragraphs
7.08 to 7.11

I 7.13 102(f), Applicant Not the Inventor
(f) he did not himself invent the subject matter sought to be
patented.

Examiner Note:

This form paragraph must be preceded by form paragraph 7.07,
and may be preceded by one or more of form paragraphs 7.08 to
7.12.

q 7.14 102(g), Priority of Invention

(g)(1) during the course of an interference conducted under
section 135 or section 291, another inventor involved therein
establishes, to the extent permitted in section 104, that before such
person’s invention thereof the invention was made by such other
inventor and not abandoned, suppressed, or concealed, or (2)
before such person’s invention thereof, the invention was made in
this country by another inventor who had not abandoned, sup-
pressed, or concealed it. In determining priority of invention
under this subsection, there shall be considered not only the
respective dates of conception and reduction to practice of the
invention, but also the reasonable diligence of one who was first
to conceive and lastto reduce to practice, from a time prior to con-
ception by the other.

Examiner Note:

This form paragraph must be preceded by form paragraph 7.07,
and may be preceded by one or more of form paragraphs 7.08 to
7.13.
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q 7.15 Rejection, 35 U.S.C. 102(a), (b) Patent or
Publication, and (g)
Claim [1] rejected under 35 U.S.C. 102[2] as being [3] by [4].

Examiner Note:

1. In bracket 2, insert the appropriate paragraph letter or letters
of 35 U.S.C. 102 in parentheses. If paragraph (e) of 35 U.S.C. 102
is applicable, use form paragraph 7.15.02 or 7.15.03.

2. In bracket 3, insert either --clearly anticipated-- or --antici-
pated-- with an explanation at the end of the paragraph.

3. Inbracket 4, insert the prior art relied upon.

4. This rejection must be preceded either by form paragraph
7.07 and form paragraphs 7.08, 7.09, and 7.14 as appropriate, or
by form paragraph 7.103.

5. If35U.S.C. 102(e) is also being applied, this form paragraph
must be followed by either form paragraph 7.15.02 or 7.15.03.

g 7.15.01 Provisional Rejection, 35 U.S.C. 102(e) -
Common Assignee or At Least One Common Inventor,
Application Being Examined Filed before 11/29/00 and Not
Voluntarily Published Under 35 U.S.C. 122(b)

The changes made to 35 U.S.C. 102(e) by the American Inven-
tors Protection Act of 1999 (AIPA) do not apply to the examina-
tion of this application as the application being examined was not
(1) filed on or after November 29, 2000, or (2) voluntarily pub-
lished under 35 U.S.C. 122(b). Therefore, this application is
examined under 35 U.S.C. 102(e) prior to the amendment by the
AIPA (pre-AIPA 35 U.S.C. 102(e)).

Claim [1] provisionally rejected under 35 U.S.C. 102(e) as
being anticipated by copending Application No. [2] which has a
common [3] with the instant application.

Based upon the earlier effective U.S. filing date of the copend-
ing application, it would constitute prior art under 35 U.S.C.
102(e), if patented. This provisional rejection under 35 U.S.C.
102(e) is based upon a presumption of future patenting of the
copending application. [4].

This provisional rejection under 35 U.S.C. 102(e) might be
overcome either by a showing under 37 CFR 1.132 that any
invention disclosed but not claimed in the copending application
was derived from the inventor of this application and is thus not
the invention “by another,” or by an appropriate showing under 37
CFR 1.131.

This rejection may not be overcome by the filing of a terminal
disclaimer. See In re Bartfeld, 925 F.2d 1450, 17 USPQ2d 1885
(Fed. Cir. 1991).

Examiner Note:

1. This form paragraph is used to provisionally reject over a
copending application with an earlier filing date that discloses the
claimed invention. The copending application must have either a
common assignee or at least one common inventor.

2. If the application being examined was filed before November
29, 1999 and has not been voluntarily published, and the claims
would have been obvious over the invention disclosed in the other
copending application, use form paragraph 7.21.01.

3. If the application being examined was filed on or after
November 29, 1999 and has not been voluntarily published, and
there is no evidence of common ownership of record, and the
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claims would have been obvious over the invention disclosed in
the other copending application, use form paragraph 7.21.01.

4. Inbracket 3, insert either --assignee-- or --inventor--.

5. In bracket 4, an appropriate explanation may be provided in
support of the examiner’s position on anticipation, if necessary.

6. If the claims of the copending application conflict with the
claims of the instant application, a provisional double patenting
rejection should also be given using form paragraphs 8.30 and
8.32.

7. If evidence is additionally of record to show that either
invention is prior art unto the other under 35 U.S.C. 102(f) or (g),
a rejection using form paragraphs 7.13 and/or 7.14 should also be
made.

q 7.15.04 Provisional Rejection, 35 U.S.C. 102(e) -
Common Assignee or At Least One Common Inventor,
Application Being Examined Filed On or After 11/29/00 or
Filed Before 11/29/00 and Voluntarily Published Under 35
U.S.C. 122(b)

Claim [1] provisionally rejected under 35 U.S.C. 102(e) as
being anticipated by copending Application No. [2] which has a
common [3] with the instant application.

Based upon the earlier effective U.S. filing date of the copend-
ing application, it would constitute prior art under 35 U.S.C.
102(e), if published under 35 U.S.C. 122(b) or patented. This pro-
visional rejection under 35 U.S.C. 102(e) is based upon a pre-
sumption of future publication or patenting of the copending
application. [4]

This provisional rejection under 35 U.S.C. 102(e) might be
overcome either by a showing under 37 CFR 1.132 that any
invention disclosed but not claimed in the copending application
was derived from the inventor of this application and is thus not
the invention “by another,” or by an appropriate showing under 37
CFR 1.131.

This rejection may not be overcome by the filing of a terminal
disclaimer. See In re Bartfeld, 925 F.2d 1450, 17 USPQ2d 1885
(Fed. Cir. 1991).

Examiner Note:

1. This form paragraph should be used when the application
being examined was either filed on or after November 29, 2000 or
voluntarily published pursuant to 35 U.S.C. 122(b).

2. This form paragraph is used to provisionally reject over a
copending application with an earlier filing date that discloses the
claimed invention. The copending application must have either a
common assignee or at least one common inventor.

3. If the application being examined was filed before November
29, 1999, and the claims would have been obvious over the inven-
tion disclosed in the other copending application, use form para-
graph 7.21.01.

4. If the application being examined was filed on or after
November 29, 1999 and there is no evidence of common owner-
ship of record, and the claims would have been obvious over the
invention disclosed in the other copending application, use form
paragraph 7.21.01.

5. Inbracket 3, insert either --assignee-- or --inventor--.
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6. In bracket 4, an appropriate explanation may be provided in
support of the examiner’s position on anticipation, if necessary.

7. If the claims of the copending application conflict with the
claims of the instant application, a provisional double patenting
rejection should also be given using form paragraphs 8.30 and
8.32.

8. If evidence is additionally of record to show that either
invention is prior art unto the other under 35 U.S.C. 102(f) or (g),
a rejection using form paragraphs 7.13 and/or 7.14 should also be
made.

q 7.15.02 Rejection, 35 U.S.C. 102(e), Common Assignee
or Inventor(s)

Claim [1] rejected under 35 U.S.C. 102(e) as being anticipated
by [2].

The applied reference has a common [3] with the instant appli-
cation. Based upon the earlier effective U.S. filing date of the ref-
erence, it constitutes prior art under 35 U.S.C. 102(e). This
rejection under 35 U.S.C. 102(e) might be overcome either by a
showing under 37 CFR 1.132 that any invention disclosed but not
claimed in the reference was derived from the inventor of this
application and is thus not the invention “by another,” or by an
appropriate showing under 37 CFR 1.131.

Examiner Note:

1. This form paragraph is used to reject over a patent or patent
application publication with an earlier filing date that discloses
but does not claim the same invention. The patent or patent appli-
cation publication must have either a common assignee or a com-
mon inventor.

2. Inbracket 3, insert either --assignee-- or --inventor--.

3. This form paragraph must be preceded by either of form
paragraphs 7.12 or 7.12.01.

4. Patent application publications may only be used if this form
paragraph was preceded by form paragraph 7.12.01.

q 7.15.03 Rejection, 35 U.S.C. 102(e), No Common
Assignee or Inventor(s)

Claim [1] rejected under 35 U.S.C. 102(e) as being [2] by [3].

Examiner Note:

1. This form paragraph is used to reject over a patent or patent
application publication with an earlier filing date that discloses
but does not claim the same invention. The patent or patent appli-
cation publication must have neither a common assignee nor a
common inventor.

2. In bracket 2, insert either --clearly anticipated-- or --antici-
pated-- with an explanation at the end of the paragraph.

3. In bracket 3, insert the prior art relied upon.
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4. This form paragraph must be preceded by either of form
paragraphs 7.12 or 7.12.01.

5. Patent application publications may only be used if this form
paragraph was preceded by form paragraph 7.12.01.

g 7.16 Rejection, 35 U.S.C. 102(b), Public Use or on Sale

Claim [1] rejected under 35 U.S.C. 102(b) based upon a public
use or sale of the invention. [2]

Examiner Note:

1. This form paragraph must be preceded either by form para-
graphs 7.07 and 7.09 or by form paragraph 7.103.

2. A full explanation of the evidence establishing a public use
or sale must be provided in bracket 2.

q 7.17 Rejection, 35 U.S.C. 102(c), Abandonment of
Invention

Claim [1] rejected under 35 U.S.C. 102(c) because the inven-
tion has been abandoned. [2]

Examiner Note:

1. This form paragraph must be preceded either by form para-
graph 7.07 and 7.10 or by form paragraph 7.103.

2. In bracket 2, insert a full explanation of the evidence estab-
lishing abandonment of the invention. See MPEP § 2134.

g 7.18 Rejection, 35 U.S.C. 102(d), Foreign Patenting
Claim [1] rejected under 35 U.S.C. 102(d) as being barred by
applicants [2].

(3]

Examiner Note:

1. This form paragraph must be preceded either by form para-
graphs 7.07 and 7.11 or by form paragraph 7.103.

2. In bracket 3, insert an explanation of this rejection which
must include appropriate dates and how they make the foreign
patent available under 35 U.S.C. 102(d).

3. Refer to MPEP § 2135 for applicable 35 U.S.C. 102(d) prior
art.

q 7.19 Rejection, 35 U.S.C. 102(f), Applicant Not the
Inventor

Claim [1] rejected under 35 U.S.C. 102(f) because the appli-
cant did not invent the claimed subject matter. [2]

Examiner Note:

1. This paragraph must be preceded either by paragraphs 7.07
and 7.13 or by paragraph 7.103.

2. Inbracket 2, insert an explanation of the supporting evidence
establishing that applicant was not the inventor. See MPEP §
2137.
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706.02(j) Contents of a 35 U.S.C. 103
Rejection

35 U.S.C. 103 authorizes a rejection where, to meet
the claim, it is necessary to modify a single reference
or to combine it with one or more other references.
After indicating that the rejection is under 35 U.S.C.
103, the examiner should set forth in the Office
action:

(A) the relevant teachings of the prior art relied
upon, preferably with reference to the relevant col-
umn or page number(s) and line number(s) where
appropriate,

(B) the difference or differences in the claim over
the applied reference(s),

(C) the proposed modification of the applied ref-
erence(s) necessary to arrive at the claimed subject
matter, and

(D) an explanation why one of ordinary skill in
the art at the time the invention was made would have
been motivated to make the proposed modification.

To establish a prima facie case of obviousness,
three basic criteria must be met. First, there must be
some suggestion or motivation, either in the refer-
ences themselves or in the knowledge generally avail-
able to one of ordinary skill in the art, to modify the
reference or to combine reference teachings. Second,
there must be a reasonable expectation of success.
Finally, the prior art reference (or references when
combined) must teach or suggest all the claim limita-
tions. The teaching or suggestion to make the claimed
combination and the reasonable expectation of suc-
cess must both be found in the prior art and not based
on applicant’s disclosure. In re Vaeck, 947 F.2d 488,
20 USPQ2d 1438 (Fed. Cir. 1991). See MPEP § 2143
- §2143.03 for decisions pertinent to each of these
criteria.

The initial burden is on the examiner to provide
some suggestion of the desirability of doing what the
inventor has done. “To support the conclusion that the
claimed invention is directed to obvious subject mat-
ter, either the references must expressly or impliedly
suggest the claimed invention or the examiner must
present a convincing line of reasoning as to why the
artisan would have found the claimed invention to
have been obvious in light of the teachings of the ref-
erences.” Ex parte Clapp, 227 USPQ 972, 973 (Bd.
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Pat. App. & Inter. 1985). See MPEP § 2144 - §
2144.09 for examples of reasoning supporting obvi-
ousness rejections.

Where a reference is relied on to support a rejec-
tion, whether or not in a minor capacity, that reference
should be positively included in the statement of the
rejection. See In re Hoch, 428 F.2d 1341, 1342 n.3
166 USPQ 406, 407 n. 3 (CCPA 1970).

It is important for an examiner to properly commu-
nicate the basis for a rejection so that the issues can be
identified early and the applicant can be given fair
opportunity to reply. Furthermore, if an initially
rejected application issues as a patent, the rationale
behind an earlier rejection may be important in inter-
preting the scope of the patent claims. Since issued
patents are presumed valid (35 U.S.C. 282) and con-
stitute a property right (35 U.S.C. 261), the written
record must be clear as to the basis for the grant.
Since patent examiners cannot normally be compelled
to testify in legal proceedings regarding their mental
processes (see MPEP § 1701.01), it is important that
the written record clearly explain the rationale for
decisions made during prosecution of the application.

See MPEP § 2141 - § 2144.09 generally for guid-
ance on patentability determinations under 35 U.S.C.
103, including a discussion of the requirements of
Graham v. John Deere, 383 U.S. 1, 148 USPQ 459
(1966). See MPEP § 2145 for consideration of appli-
cant’s rebuttal arguments. See MPEP § 706.02(1) -
§ 706.02(1)(3) for a discussion of prior art disqualified
under 35 U.S.C. 103(c).

706.02(k) Provisional Rejection (Obyvi-
ousness) Under 35 U.S.C.
102(e)/103

Effective November 29, 1999, subject matter which
was prior art under former 35 U.S.C. 103 via
35 U.S.C. 102(e) is now disqualified as prior art
against the claimed invention if that subject matter
and the claimed invention “were, at the time the
invention was made, owned by the same person or
subject to an obligation of assignment to the same
person.” This change to 35 U.S.C. 103(c) applies to
all utility, design and plant patent applications filed on
or after November 29, 1999, including continuing
applications filed under 37 CFR 1.53(b), continued
prosecution applications filed under 37 CFR 1.53(d),
and reissues. The amendment to 35 U.S.C. 103(c)
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does not affect any application filed before November
29, 1999, a request for examination under 37 CFR
1.129 of such an application, nor a request for contin-
ued examination under 37 CFR 1.114 of such an
application. See MPEP § 706.02(1)(1) for additional
information regarding disqualified prior art under
35 U.S.C. 102(e)/ 103.

Where two applications of different inventive enti-
ties are copending and the filing dates differ, a provi-
sional rejection under 35 U.S.C. 102(e)/103 should be
made in the later filed application if the applications
have a common assignee or a common inventor,
unless the later application was filed on or after
November 29, 1999 and the applications were com-
monly owned or subject to an obligation of assign-
ment to the same person at the time the later invention
was made. See MPEP § 706.02(1)(3) for examination
procedure with respect to 35 U.S.C. 103(c). Otherwise
the confidential status of applications under 35 U.S.C.
122 must be maintained. Such a rejection alerts the
applicant that he or she can expect an actual rejection
on the same ground if one of the applications issues
and also lets applicant know that action must be taken
to avoid the rejection.

This gives applicant the opportunity to analyze the
propriety of the rejection and possibly avoid the loss
of rights to desired subject matter. Provisional rejec-
tions of the obviousness type under 35 U.S.C. 102(e)/
103 are rejections applied to copending applications
having different effective filing dates wherein each
application has a common assignee or a common
inventor. The earlier filed application, if patented,
would constitute prior art under 35 U.S.C. 102(e).
The rejection can be overcome by:

(A) Arguing patentability over the earlier filed
application;

(B) Combining the subject matter of the copend-
ing applications into a single application claiming
benefit under 35 U.S.C. 120 of the prior applications
and abandoning the copending applications (Note that
a claim in a subsequently filed application that relies
on a combination of prior applications may not be
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entitled to the benefit of an earlier filing date under
35 U.S.C. 120 since 35 U.S.C. 120 requires that the
earlier filed application contain a disclosure which
complies with 35 U.S.C. 112, first paragraph for each
claim in the subsequently filed application. Studieng-
esellschaft Kohle m.b.H. v. Shell Oil Co., 112 F.3d
1561, 42 USPQ2d 1674 (Fed. Cir. 1997).);

(C) Filing an affidavit or declaration under
37 CFR 1.132 showing that any unclaimed invention
disclosed in the copending application was derived
from the inventor of the other application and is thus
not invention “by another” (see MPEP § 715.01(a),
§ 715.01(c), and § 716.10);

(D) Filing an affidavit or declaration under
37 CFR 1.131 showing a date of invention prior to the
effective U.S. filing date of the copending application.
See MPEP § 715; or

(E) For an application filed on or after November
29, 1999, showing that the prior art and the claimed
invention were, at the time the invention was made,
owned by the same person or subject to an obligation
of assignment to the same person.

Where the applications are claiming the same pat-
entable invention, a terminal disclaimer and an affida-
vit or declaration under 37 CFR 1.130 may be used to
overcome a rejection under 35 U.S.C. 103 in a com-
mon ownership situation if the earlier filed applica-
tion has matured into a patent. See MPEP § 718.

If a provisional rejection is made and the copending
applications are combined into a single application
and the resulting single application is subject to a
restriction requirement, the divisional application
would not be subject to a provisional or actual rejec-
tion under 35 U.S.C. 102(e)/103 since the provisions
of 35 U.S.C. 121 preclude the use of a patent issuing
therefrom as a reference against the other application.
Additionally, the resulting continuation-in-part is enti-
tled to 35 U.S.C. 120 benefit of each of the prior
applications. This is illustrated in Example 2, below.

The following examples are instructive as to the
application of 35 U.S.C. 102(e)/103 in applications
filed prior to November 29, 1999:
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Example 1. Assumption: Employees A and B work
for C, each with knowledge of the other’s work, and

706.02(k)

with obligation to assign inventions to C while
employed.

SITUATIONS

RESULTS

1. A invents X and later files application.

This is permissible.

2. B modifies X to XY. B files application before A’s
filing.

No 35 U.S.C. 102(f)/103 or 102(g)/103 rejection;
provisional 35 U.S.C. 102(e)/103 rejection applies.
Provisional double patenting rejection made.

3. B’s patent issues.

A’s claims rejected under 35 U.S.C. 102(e)/103 and
double patenting.

4. A files 37 CFR 1.130 affidavit to disqualify B’s
patent as prior art where the same patentable inven-

tion is being claimed. Terminal disclaimer filed under
37 CFR 1.321(c).

Rejection under 35 U.S.C. 102(e)/103 may be over-
come and double patenting rejection may be over-
come if inventions X and XY are commonly owned
and all requirements of 37 CFR 1.130 and 1.321 are
met.

In situation (2.) above, the result is a provisional
rejection by the examiner under 35 U.S.C. 102(e)/
103. The rejection is provisional since the subject
matter and the prior art are pending applications.

Example 2. Assumption: Employees A and B work
for C, each with knowledge of the other’s work, and
with obligation to assign inventions to C while
employed.

SITUATIONS

RESULTS

1. A invents X and files application.

This is permissible.

2. B modifies X to XY after A’s application is filed.
B files application establishing that A and B were
both under obligation to assign inventions to C at the
time the inventions were made.

Provisional 35 U.S.C. 102(e)/103 rejection made;
provisional double patenting rejection made; no 35
U.S.C. 102(£)/103 or 102(g)/103 rejection made.

3. A and B file continuing application claiming prior-
ity to their earlier applications and abandon the ear-
lier applications.

Assume it is proper that restriction be required
between X and XY.

4. X is elected and patent issues on X with divisional
application being timely filed on XY.

No rejection of divisional application under 35
U.S.C. 102(e)/103 in view of 35 U.S.C. 121.
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The following examples are instructive as to rejec-
tions under 35 U.S.C. 102(e)/103 in applications filed
on or after November 29, 1999:

Example 3. Assumption: Employees A and B work
for C, each with knowledge of the other’ s work, and

MANUAL OF PATENT EXAMINING PROCEDURE

with obligation to assign inventions to C while
employed. Employee A’ s application, filed on or after
November 29, 1999, is being examined.

SITUATIONS

RESULTS

1. A invents X and later files application.

This is permissible.

2. B modifies X to XY. B files application before A’s
filing. A files an application on invention X.

Provisional 35 U.S.C. 102(e)/103 rejection and a
provisional double patenting rejection made.

3. B’s patent issues.

A’s claims rejected under 35 U.S.C. 102(e)/103 and
double patenting.

4. A files evidence of common ownership of inven-
tions X and XY at the time invention XY was made
to disqualify B’s patent as prior art. In addition, A
files a terminal disclaimer under 37 CFR 1.321(c).

Rejection under 35 U.S.C. 102(e)/103 will be with-
drawn and double patenting rejection will be obvi-
ated if inventions X and XY are commonly owned at
the time invention XY was made and all require-
ments of 37 CFR 1.321 are met.

In situation (2.) above, the result is a provisional
rejection by the examiner under 35 U.S.C. 102(e)/
103. The rejection is provisional since the subject
matter and the prior art are pending applications.

Example 4. Assumption: Employees A and B work
for C, each with knowledge of the other’ s work, and
with obligation to assign inventions to C while
employed. Employee B’ s application, filed on or
after November 29, 1999, is being examined.

SITUATIONS

RESULTS

1. A invents X and files application.

This is permissible.

2. B modifies X to XY after A’s application is filed.
B files evidence establishing that A and B were both
under obligation to assign inventions to C at the time
the invention XY was made.

Provisional 35 U.S.C. 102(e)/103 rejection cannot be
made; provisional double patenting rejection made;
no 35 U.S.C. 102(e)/103 or 102(g)/103 rejection
made.

3. B files a terminal disclaimer under 37 CFR
1.321(c).

The provisional double patenting rejection made in
B’s application would be obviated if all requirements
of 37 CFR 1.321 are met.

EXAMINATION OF CONTINUING
APPLICATION COMMONLY OWNED WITH
ABANDONED PARENT APPLICATION TO
WHICH BENEFIT IS CLAIMED UNDER 35
U.S.C. 120

An application claiming the benefit of a prior filed
copending national or international application under
35 U.S.C. 120 must name as an inventor at least one
inventor named in the prior filed application. The
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prior filed application must also disclose the named
inventor's invention claimed in at least one claim of
the later filed application in the manner provided by
the first paragraph of 35 U.S.C. 112. This practice
contrasts with the practice in effect prior to November
8, 1984 (the date of enactment of Public Law 98-622)
where the inventorship entity in each of the applica-
tions was required to be the same for benefit under
35 U.S.C. 120.
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So long as the applications have at least one inven-
tor in common and the other requirements are met, the
Office will permit a claim for 35 U.S.C. 120 benefit
without any additional submissions or notifications
from applicants regarding inventorship differences.

In addition to the normal examination conducted by
the examiner, he or she must examine the earlier filed
application to determine if the earlier and later appli-
cations have at least one inventor in common and that
the other 35 U.S.C. 120 requirements are met. The
claim for 35 U.S.C. 120 benefit will be permitted
without examination of the earlier application for dis-
closure and support of at least one claim of the later
filed application under 35 U.S.C. 112, first paragraph
unless it becomes necessary to do so, for example,
because of an intervening reference.

706.02(1) Rejections Under 35 U.S.C.
102(£)/103 and 35 U.S.C.
102(g)/103; 35 U.S.C. 103(c)

35 U.S.C. 103. Conditions for patentability; non-obvious
subject matter.

seskeokoksk

(c) Subject matter developed by another person, which qual-
ifies as prior art only under one or more of subsections (e), (f), and
(g) of section 102 of this title, shall not preclude patentability
under this section where the subject matter and the claimed inven-
tion were, at the time the invention was made, owned by the same
person or subject to an obligation of assignment to the same per-
son.

esokokox

Prior to November 29, 1999, 35 U.S.C. 103(c) pro-
vided that subject matter developed by another which
qualifies as “prior art” only under subsections
35 U.S.C. 102(f) or 35 U.S.C. 102(g) is not to be con-
sidered when determining whether an invention
sought to be patented is obvious under 35 U.S.C. 103,
provided the subject matter and the claimed invention
were commonly owned at the time the invention was
made. See MPEP § 706.02(1)(1) for information
regarding when prior art under 35 U.S.C. 102(e)/ 103
is disqualified under 35 U.S.C. 103(c).

For applications filed prior to November 29, 1999,
the subject matter that is disqualified as prior art
under 35 U.S.C. 103(c) is strictly limited to subject
matter that A) qualifies as prior art only under
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35 U.S.C. 102(f) or 35 U.S.C. 102(g), and B) was
commonly owned with the claimed invention at the
time the invention was made. If the subject matter that
qualifies as prior art only under 35 U.S.C. 102(f) or
35 U.S.C. 102(g) was not commonly owned at the
time of the invention, the subject matter is not dis-
qualified as prior art under 35 U.S.C. 103(c). See
0ddzOn Products, Inc. v. Just Toys, Inc., 122 F.3d
1396, 1403-04, 43 USPQ2d 1641, 1646 (Fed. Cir.
1997) (“We therefore hold that subject matter derived
from another not only is itself unpatentable to the
party who derived it under § 102(f), but, when com-
bined with other prior art, may make a resulting obvi-
ous invention unpatentable to that party under a
combination of §§ 102(f) and 103.”) If the subject
matter qualifies as prior art under any other subsec-
tion (e.g., subsection 35 U.S.C. 102(a), 35 U.S.C.
102(b), or 35 U.S.C. 102(e)) it will not be disqualified
as prior art under 35 U.S.C. 103(c).

It is important to recognize that 35 U.S.C. 103(c)
applies only to consideration of prior art for purposes
of obviousness under 35 U.S.C. 103. It does not
apply to or affect subject matter which qualifies as
prior art under 35 U.S.C. 102. A patent applicant urg-
ing that subject matter is disqualified has the burden
of establishing that it was commonly owned at the
time the claimed invention was made. Absent proper
evidence of common ownership at the time the later
invention was made, the appropriate rejection under
35 U.S.C. 102(f) or 35 U.S.C. 102(g) as it applies
through 35 U.S.C. 103 should be made. See MPEP
§ 706.02(1)(2) for information pertaining to establish-
ing common ownership.

Information learned from or transmitted to persons
outside the organization is not disqualified as prior
art. The term “subject matter” will be construed
broadly, in the same manner the term is construed in
the remainder of 35 U.S.C. 103. The term “another”
as used in 35 U.S.C. 103 means any inventive entity
other than the inventor and would include the inventor
and any other persons. The term “developed” is to be
read broadly and is not limited by the manner in
which the development occurred. The term ‘“com-
monly owned” means wholly owned by the same per-
son(s), or organization(s) at the time the invention
was made. See MPEP § 706.02(1)(2) .
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Inventors of subject matter not commonly owned at
the time of the invention, but currently commonly
owned, may file as joint inventors in a single applica-
tion. However, the claims in such an application are
not protected from a 35 U.S.C. 102(f)/103 or 35
U.S.C. 102(g)/103 rejection. Applicants in such cases
have an obligation pursuant to 37 CFR 1.56 to point
out the inventor and invention dates of each claim and
the lack of common ownership at the time the later
invention was made to enable the examiner to con-
sider the applicability of a 35 U.S.C. 102(f)/103 or
35 U.S.C. 102(g)/103 rejection. The examiner will
assume, unless there is evidence to the contrary, that
applicants are complying with their duty of disclo-
sure.

Foreign applicants will sometimes combine the
subject matter of two or more related applications
with different inventors into a single U.S. application
naming joint inventors. The examiner will make the
assumption, absent contrary evidence, that the appli-
cants are complying with their duty of disclosure if no
information is provided relative to invention dates
and common ownership at the time the later inven-
tion was made. Such a claim for 35 U.S.C. 119(a)-(d)
benefit based upon the foreign filed applications is
appropriate and 35 U.S.C. 119(a)-(d) benefit can be
accorded based upon each of the foreign filed applica-
tions.

706.02(1)(1) Rejections Under 35 U.S.C.
102(e)/103; 35 U.S.C.
103(c)

35 U.S.C. 103. Conditions for patentability; non-obvious
subject matter.

skosksioksk

(c) Subject matter developed by another person, which qual-
ifies as prior art only under one or more of subsections (e), (f), and
(g) of section 102 of this title, shall not preclude patentability
under this section where the subject matter and the claimed inven-
tion were, at the time the invention was made, owned by the same
person or subject to an obligation of assignment to the same per-
son.

skosksiokk

Effective November 29, 1999, subject matter
which was prior art under former 35 U.S.C. 103 via
35 U.S.C. 102(e) is now disqualified as prior art
against the claimed invention if that subject matter
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and the claimed invention “were, at the time the
invention was made, owned by the same person or
subject to an obligation of assignment to the same
person.” This change to 35 U.S.C. 103(c) applies to
all utility, design and plant patent applications filed on
or after November 29, 1999, including continuing
applications filed under 37 CFR 1.53(b), continued
prosecution application filed under 37 CFR 1.53(d),
and reissues. The amendment to 35 U.S.C. 103(c)
does not affect any application filed before November
29, 1999, a request for examination under 37 CFR
1.129 of such an application, nor a request for contin-
ued examination under 37 CFR 1.114 of such an
application.

The mere filing of a continuing application on or
after November 29, 1999, with the required evidence
of common ownership, will serve to exclude com-
monly owned 35 U.S.C. 102(e) prior art that was
applied, or could have been applied, in a rejection
under 35 U.S.C. 103 in the parent application. For
reissue applications, the doctrine of recapture may
prevent the presentation of claims that were cancelled
or amended to overcome such prior art applied in the
application which matured into the patent for which
reissue is being sought. The recapture doctrine pre-
vents the presentation of claims in reissue applica-
tions that were amended or cancelled from the
application which matured into the patent for which
reissue is being sought, if the claims were amended or
cancelled to distinguish the claimed invention from
35 U.S.C. 102(e)/103 prior art which was commonly
owned or assigned at the time the invention was
made.

35 U.S.C. 103(c) applies only to prior art usable in
an obviousness rejection under 35 U.S.C. 103. Sub-
ject matter that qualifies as anticipatory prior art
under 35 U.S.C. 102, including 35 U.S.C. 102(e), is
not affected, and may still be used to reject claims as
being anticipated.

The burden of establishing that subject matter is
disqualified as prior art is placed on applicant once
the examiner has established a prima facie case of
obviousness based on the subject matter.

See MPEP § 706.02(1)(2) for information regarding
establishing common ownership. See MPEP § ()(3)
for examination procedure with respect to 35 U.S.C.
103(c). Non-statutory and statutory double patenting
rejections, based on subject matter now disqualified
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as prior art in amended 35 U.S.C. 103(c), should still
be made as appropriate. See MPEP § 804.

706.02(1)(2) Establishing Common Owner-
ship

In order to be disqualified as prior art under 35
U.S.C. 103(c), the subject matter which would other-
wise be prior art to the claimed invention and the
claimed invention must be commonly owned at the
time the claimed invention was made. See MPEP §
706.02(1) for 35 U.S.C. 102(f)/103 or 35 U.S.C.
102(g)/103 prior art disqualified under 35 U.S.C.
103(c). See MPEP § 706.02(1)(1) for 35 U.S.C.
102(e)/103 prior art disqualified under 35 U.S.C.
103(c).

I DEFINITION
SHIP

OF COMMON OWNER-

The term “commonly owned” is intended to mean
that the subject matter which would otherwise be
prior art to the claimed invention and the claimed
invention are entirely or wholly owned by the same
person(s) or organization(s) at the time the claimed
invention was made. If the person(s) or organiza-
tion(s) owned less than 100 percent of the subject
matter which would otherwise be prior art to the
claimed invention, or less than 100 percent of the
claimed invention, then common ownership would
not exist. Common ownership requires that the per-
son(s) or organization(s) own 100 percent of the sub-
ject matter and 100 percent of the claimed invention.

Specifically, if an invention claimed in an applica-
tion is owned by more than one entity and those enti-
ties seek to exclude the use of a reference under 35
U.S.C. 103, then the reference must be owned by, or
subject to an obligation of assignment to, the same
entities that owned the application, at the time the
later invention was made. For example, assume Com-
pany A owns twenty percent of patent Application X
and Company B owns eighty percent of patent Appli-
cation X at the time the invention of Application X
was made. In addition, assume that Companies A and
B seek to exclude the use of Reference Z under 35
U.S.C. 103. Reference Z must have been co-owned,
or have been under an obligation of assignment to
both companies, on the date the invention was made
in order for the exclusion to be properly requested. A
statement such as “Application X and Patent Z were,
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at the time the invention of Application X was made,
jointly owned by Companies A and B” would be suf-
ficient evidence of common ownership.

For applications owned by a joint venture of two or
more entities, both the application and the reference
must have been owned by, or subject to an obligation
of assignment to, the joint venture at the time the
invention was made. For example, if Company A and
Company B formed a joint venture, Company C, both
Application X and Reference Z must have been
owned by, or subject to an obligation of assignment
to, Company C at the time the invention was made in
order for Reference Z to be properly excluded as prior
art under 35 U.S.C. 103(c). If Company A by itself
owned Reference Z at the time the invention of Appli-
cation X was made, a request for the exclusion of Ref-
erence Z as prior art under 35 U.S.C. 103(c) would
not be proper.

As long as principal ownership rights to either the
subject matter or the claimed invention reside in dif-
ferent persons or organizations common ownership
does not exist. A license of the claimed invention to
another by the owner where basic ownership rights
are retained would not defeat ownership.

The requirement for common ownership at the time
the claimed invention was made is intended to pre-
clude obtaining ownership of subject matter after the
claimed invention was made in order to disqualify
that subject matter as prior art against the claimed
invention.

The question of whether common ownership exists
at the time the claimed invention was made is to be
determined on the facts of the particular case in ques-
tion. Actual ownership of the subject matter and the
claimed invention by the same individual(s) or organi-
zation(s) or a legal obligation to assign both the sub-
ject matter and the claimed invention to the same
individual(s) or organization(s) must be in existence
at the time the claimed invention was made in order
for the subject matter to be disqualified as prior art. A
moral or unenforceable obligation would not evidence
common ownership.

Under 35 U.S.C. 103(c), an applicant’s admission
that subject matter was developed prior to applicant’s
invention would not make the subject matter prior art
to applicant if the subject matter qualifies as prior art
only under sections 35 U.S.C. 102(f) or 35 U.S.C.
102(g), or, for applications filed on or after November
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29, 1999, 35 U.S.C. 102(e), and if the subject matter
and the claimed invention were commonly owned at
the time the invention was made. See In re Fout, 675
F.2d 297, 213 USPQ 532 (CCPA 1982), for a decision
involving an applicant’s admission which was used as
prior art against their application. If the subject matter
and invention were not commonly owned, an admis-
sion that the subject matter is prior art would be
usable under 35 U.S.C. 103.

The burden of establishing that subject matter is
disqualified as prior art under 35 U.S.C. 103(c) is
intended to be placed and reside upon the person or
persons urging that the subject matter is disqualified.
For example, a patent applicant urging that subject
matter is disqualified as prior art under 35 U.S.C.
103(c), would have the burden of establishing that it
was commonly owned at the time the claimed inven-
tion was made. The patentee in litigation would like-
wise properly bear the same burden placed upon the
applicant before the U.S. Patent and Trademark
Office. To place the burden upon the patent examiner
or the defendant in litigation would not be appropriate
since evidence as to common ownership at the time
the claimed invention was made might not be avail-
able to the patent examiner or the defendant in litiga-
tion, but such evidence, if it exists, should be readily
available to the patent applicant or the patentee.

In view of 35 U.S.C. 103(c), the Commissioner has
reinstituted in appropriate circumstances the practice
of rejecting claims in commonly owned applications
of different inventive entities on the grounds of dou-
ble patenting. Such rejections can be overcome in
appropriate circumstances by the filing of terminal
disclaimers. This practice has been judicially autho-
rized. See In re Bowers, 359 F.2d 886, 149 USPQ 57
(CCPA 1966). The use of double patenting rejections
which then could be overcome by terminal disclaim-
ers preclude patent protection from being improperly
extended while still permitting inventors and their
assignees to obtain the legitimate benefits from their
contributions. See also MPEP § 804.

The following examples are provided for illustra-
tion only:

Example 1

Parent Company owns 100% of Subsidiaries A
and B

- inventions of A and B are commonly owned by
the Parent Company.
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Example 2

Parent Company owns 100% of Subsidiary A and
90% of Subsidiary B

- inventions of A and B are not commonly owned
by the Parent Company.

Example 3

If same person owns subject matter and invention
at time invention was made, license to another
may be made without the subject matter becoming
prior art.

Example 4

Different Government inventors retaining certain
rights (e.g. foreign filing rights) in separate inven-
tions owned by Government precludes common
ownership of inventions.

Example 5

Company A and Company B form joint venture
Company C. Employees of A, while working for C
with an obligation to assign inventions to C, invent
invention #1; employees of B while working for C
with an obligation to assign inventions to C, invent
invention #2, with knowledge of #1.

Question: Are #1 and #2 commonly owned at the
time the later invention was made so as to preclude
a rejection under 35 U.S.C. 102(e), (f) or (g) in
view of 35 U.S.C. 103?

Answer: Yes- If the required evidence of common
ownership is made of record in the patent applica-
tion file. If invention #1 was invented by employ-
ees of Company A not working for Company C
and Company A maintained sole ownership of
invention #1 at the time invention #2 was made,
inventions #1 and #2 would not be commonly
owned as required by 35 U.S.C. 103(c).

Example 6

Company A owns 40% of invention #1 and 60%
of invention #2, and Company B owns 60% of
invention #1 and 40% of invention #2 at the time
invention #2 was made.

-inventions #1 and #2 are commonly owned.

The examiner must examine the application as to
all grounds except 35 U.S.C. 102(e), (f) and (g) as
they apply through 35 U.S.C. 103 only if the applica-
tion file(s) establishes common ownership at the time
the later invention was made. Thus, it is necessary to
look to the time at which common ownership exists. If
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common ownership does not exist at the time the later
invention was made, the earlier invention is not dis-
qualified as potential prior art under 35 U.S.C. 102(e),
(f) and (g) as they apply through 35 U.S.C. 103. An
invention is “made” when conception is complete as
defined in Mergenthaler v. Scudder, 11 App. D.C.
264,81 0.G. 1417, 1897 C.D. 724 (D.C. Cir. 1897); In
re Tansel, 253 F.2d 241, 117 USPQ 188 (CCPA 1958).
See Pfaff v. Wells, 525 U.S. 55, 119 S. Ct. 304, 312, 48
USPQ2d 1641, 1647 (1998) (“the invention must be
ready for patenting. . . . by proof that prior to the criti-
cal date the inventor had prepared drawing or other
descriptions of the invention that were sufficiently
specific to enable a person skilled in the art to practice
the invention.”) Common ownership at the time the
invention was made for purposes of obviating a 35
U.S.C. 102(e)/35 U.S.C. 103, 35U.S.C. 102(f)/35
U.S.C. 103 or 35 U.S.C. 102(g)/35 U.S.C. 103 rejec-
tion may be established irrespective of whether the
invention was made in the United States or abroad.
The provisions of 35 U.S.C. 104, however, will con-
tinue to apply to other proceedings in the U.S. Patent
and Trademark Office, e.g. in an interference proceed-
ing, with regard to establishing a date of invention by
knowledge or use thereof, or other activity with
respect thereto, in a foreign country. The foreign filing
date will continue to be used for interference purposes
under 35 U.S.C. 119(a)-(d) and 35 U.S.C. 365.

II. EVIDENCE REQUIRED TO ESTABLISH
COMMON OWNERSHIP

It is important to recognize just what constitutes
sufficient evidence to establish common ownership at
the time the invention was made. The common own-
ership must be shown to exist at the time the later
invention was made. A statement of present common
ownership is not sufficient. In re Onda, 229 USPQ
235 (Comm’r Pat. 1985).

The following statement is sufficient evidence to
establish common ownership of, or an obligation for
assignment to, the same person(s) or organizations(s):

Applications and references (whether patents, patent appli-
cations, patent application publications, etc.) will be consid-
ered by the examiner to be owned by, or subject to an
obligation of assignment to the same person, at the time the
invention was made, if the applicant(s) or an attorney or
agent of record makes a statement to the effect that the
application and the reference were, at the time the invention
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was made, owned by, or subject to an obligation of assign-
ment to, the same person.

See “Guidelines Setting Forth a Modified Policy
Concerning the Evidence of Common Ownership, or
an Obligation of Assignment to the Same Person, as
Required by 35 U.S.C. 103(c),” 1241 O.G. 96
(December 26, 2000). The applicant(s) or the repre-
sentative(s) of record have the best knowledge of the
ownership of their application(s) and reference(s), and
their statement of such is sufficient evidence because
of their paramount obligation of candor and good
faith to the USPTO.

The statement concerning common ownership
should be clear and conspicuous (e.g., on a separate
piece of paper or in a separately labeled section) in
order to ensure that the examiner quickly notices the
statement. Applicants may, but are not required to,
submit further evidence, such as assignment records,
affidavits or declarations by the common owner, or
court decisions,in addition to the above-mentioned
statement concerning common ownership.

For example, an attorney or agent of record
receives an Office action for Application X in which
all the claims are rejected under 35 U.S.C. 103(a)
using Patent A in view of Patent B wherein Patent A
is only available as prior art under 35 U.S.C. 102(e),
(f), and/or (g). In her response to the Office action, the
attorney or agent of record for Application X states, in
a clear and conspicuous manner, that:

“Application X and Patent A were, at the time the invention
of Application X was made, owned by Company Z.”

This statement alone is sufficient evidence to dis-
qualify Patent A from being used in a rejection under
35 U.S.C. 103(a) against the claims of Application X.

In rare instances, the examiner may have indepen-
dent evidence that raises a material doubt as to the
accuracy of applicant’s representation of either (1) the
common ownership of, or (2) the existence of an obli-
gation to commonly assign, the application being
examined and the applied U.S. patent or U.S. patent
application publicationreference. In such cases, the
examiner may explain why the accuracy of the repre-
sentation is doubted, and require objective evidence
of common ownership of, or the existence of an obli-
gation to assign, the application being examined and
the applied reference as of the date of invention of the
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application being examined. As mentioned above,
applicant(s) may submit, in addition to the above-
mentioned statement regarding common ownership,
the following objective evidence:

(A) Reference to assignments recorded in the U.S.
Patent and Trademark Office in accordance with 37
CFR Part 3 which convey the entire rights in the
applications to the same person(s) or organization(s);

(B) Copies of unrecorded assignments which con-
vey the entire rights in the applications to the same
person(s) or organization(s) are filed in each of the
applications;

(C) An affidavit or declaration by the common
owner is filed which states that there is common own-
ership and states facts which explain why the affiant
or declarant believes there is common ownership,
which affidavit or declaration may be signed by an
official of the corporation or organization empowered
to act on behalf of the corporation or organization
when the common owner is a corporation or other
organization; and

(D) Other evidence is submitted which establishes
common ownership of the applications.

706.02(1)(3) Examination Procedure With
Respect to 35 U.S.C. 103(c)

Examiners are reminded that a reference used in an
anticipatory rejection under 35 U.S.C. 102(e), (f), or
(g) is not disqualified as prior art if evidence is pro-
vided to show common ownership by, or an obligation
of assignment to, the same person at the time the
invention was made. Such a commonly owned refer-
ence is only disqualified when

(A) proper evidence is filed,

(B) the reference only qualifies as prior art under
35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for appli-
cations filed on or after November 29, 1999, (e.g. not
35 U.S.C. 102(a) or (b)) and

(C) the reference was used in an obviousness
rejection under 35 U.S.C. 103(a).

Applications and patents will be considered to be
owned by, or subject to an obligation of assignment
to, the same person, at the time the invention was

August 2001

MANUAL OF PATENT EXAMINING PROCEDURE

made, if the applicant(s) or an attorney or agent of
record makes a statement to the effect that the applica-
tion and the reference were, at the time the invention
was made, owned by, or subject to an obligation of
assignment to, the same person(s) or organization(s).

See MPEP § 706.02(1)(2) for additional informa-
tion pertaining to establishing common ownership.

EXAMINATION OF APPLICATIONS OF
DIFFERENT INVENTIVE ENTITIES WHERE
COMMON OWNERSHIP HAS NOT BEEN
ESTABLISHED

If the application file being examined does not
establish that it and the reference patent(s) or applica-
tion(s) are owned by, or subject to an obligat