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501  Papers Received by Office
of Initial Patent Examination

37 CFR 1.1. Addresses for correspondence with the Patent
and Trademark Office.

(a) Except for § 1.1(a)(3) (i) and (ii), all correspondence
intended for the Patent and Trademark Office must be addressed
to either “Commissioner of Patents and Trademarks, Washington,
D.C. 20231” or to specific areas within the Office as set out in
paragraphs (a) (1), (2) and (3)(iii) of this section. When appropri-
ate, correspondence should also be marked for the attention of a
particular office or individual.

(1) Patent correspondence. All correspondence concern-
ing patent matters processed by organizations reporting to the
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Assistant Commissioner for Patents should be addressed to
“Assistant Commissioner for Patents, Washington, D.C. 20231.”
(2) Trademark correspondence.

(i) Send all trademark filings and correspondence,
except as specified below or unless submitting electronically, to:
Assistant Commissioner for Trademarks, 2900 Crystal Drive,
Arlington, Virginia 22202-3513.

(ii) Send trademark-related documents for the
Assignment Division to record to: Commissioner of Patents and
Trademarks, Box Assignment, Washington, DC 20231.

(iii) Send requests for certified or uncertified copies
of trademark applications and registrations, other than coupon
orders for uncertified copies of registrations, to: Commissioner of
Patents and Trademarks, Box 10, Washington, DC 20231.

(iv) Send requests for coupon orders for uncertified
copies of registrations to: Commissioner of Patents and Trade-
marks, Box 9, Washington, DC 20231.

(v) An applicant may transmit an application for
trademark registration electronically, but only if the applicant uses
the Patent and Trademark Office’s electronic form.

(3) Office of Solicitor correspondence.

(i) Correspondence relating to pending litigation
required by court rule or order to be served on the Solicitor shall
be hand-delivered to the Office of the Solicitor or shall be mailed
to: Office of the Solicitor, P.O. Box 15667, Arlington, Virginia
22215; or such other address as may be designated in writing in
the litigation. See §§ 1.302(c) and 2.145(b)(3) for filing a notice
of appeal to the U.S. Court of Appeals for the Federal Circuit.

(i1) Correspondence relating to disciplinary proceed-
ings pending before an Administrative Law Judge or the Commis-
sioner shall be mailed to: Office of the Solicitor, P.O. Box 16116,
Arlington, Virginia 22215.

(iii) All other correspondence to the Office of the
Solicitor shall be addressed to: Box 8, Commissioner of Patents
and Trademarks, Washington, D.C. 20231.

(iv) Correspondence improperly addressed to a Post
Office Box specified in paragraphs (a)(3) (i) and (ii) of this sec-
tion will not be filed elsewhere in the Patent and Trademark
Office, and may be returned.

(b) Letters and other communications relating to interna-
tional applications during the international stage and prior to the
assignment of a national serial number should be additionally
marked “Box PCT.”

(c) Requests for reexamination should be additionally
marked “Box Reexam.”

(d) Payments of maintenance fees in patents and other com-
munications relating thereto should be additionally marked “Box
M. Fee.”

(e) Communications relating to interferences and applica-
tions or patents involved in an interference should be additionally
marked “BOX INTERFERENCE.”

(f) All applications for extension of patent term and any
communications relating thereto intended for the Patent and
Trademark Office should be additionally marked “Box Patent
Ext.” When appropriate, the communication should also be
marked to the attention of a particular individual, as where a deci-
sion has been rendered.
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(g) [Reserved]

(h) In applications under section 1(b) of the Trademark Act,
15 U.S.C. 1051(b), all statements of use filed under section 1(d)
of the Act, and requests for extensions of time therefor, should be
additionally marked “Box ITU.”

(1) The filing of all provisional applications and any com-
munications relating thereto should be additionally marked “Box
Provisional Patent Application.”

NOTE. — Sections 1.1 to 1.26 are applicable to trademark
cases as well as to national and international patent cases except
for provisions specifically directed to patent cases. See § 1.9 for
definitions of “national application” and “international applica-
tion.”

37 CFR 1.4. Nature of correspondence and signature
requirements.

(a) Correspondence with the Patent and Trademark Office
comprises:

(1) Correspondence relating to services and facilities of
the Office, such as general inquiries, requests for publications
supplied by the Office, orders for printed copies of patents or
trademark registrations, orders for copies of records, transmission
of assignments for recording, and the like, and

(2) Correspondence in and relating to a particular applica-
tion or other proceeding in the Office. See particularly the rules
relating to the filing, processing, or other proceedings of national
applications in subpart B, §§ 1.31 to 1.378; of international appli-
cations in subpart C, §§ 1.401 to 1.499; of ex parte reexamina-
tions of patents in subpart D, §§ 1.501 to 1.570; of interferences in
subpart E, §§ 1.601 to 1.690; of extension of patent term in sub-
part F, §§ 1.710 to 1.785; of inter partes reexaminations of patents
in subpart H, §§ 1.902 to 1.997; and of trademark applications §§
2.11 to 2.189.

(b) Since each file must be complete in itself, a separate
copy of every paper to be filed in a patent or trademark applica-
tion, patent file, trademark registration file, or other proceeding
must be furnished for each file to which the paper pertains, even
though the contents of the papers filed in two or more files may be
identical. The filing of duplicate copies of correspondence in the
file of an application, patent, trademark registration file, or other
proceeding should be avoided, except in situations in which the
Office requires the filing of duplicate copies. The Office may dis-
pose of duplicate copies of correspondence in the file of an appli-
cation, patent, trademark registration file, or other proceeding.

(c) Since different matters may be considered by different
branches or sections of the United States Patent and Trademark
Office, each distinct subject, inquiry or order must be contained in
a separate paper to avoid confusion and delay in answering papers
dealing with different subjects.

(d)(1) Each piece of correspondence, except as provided in
paragraphs (e) and (f) of this section, filed in an application,
patent file, trademark registration file, or other proceeding in the
Office which requires a person’s signature, must:

(1) Be an original, that is, have an original signature per-
sonally signed in permanent ink by that person; or

(i1) Be a direct or indirect copy, such as a photocopy or
facsimile transmission (§ 1.6(d)), of an original. In the event that a
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copy of the original is filed, the original should be retained as evi-
dence of authenticity. If a question of authenticity arises, the
Office may require submission of the original; or
(iii) Where an electronically transmitted trademark filing
is permitted, the person who signs the filing must either
(A) Place a symbol comprised of numbers and/or let-
ters between two forward slash marks in the signature block on
the electronic submission; and print, sign and date in permanent
ink, and maintain a paper copy of the electronic submission; or
(B) Sign the verified statement using some other form
of electronic signature specified by the Commissioner.

(2) The presentation to the Office (whether by signing,
filing, submitting, or later advocating) of any paper by a party,
whether a practitioner or non-practitioner, constitutes a certifica-
tion under § 10.18(b) of this chapter. Violations of § 10.18(b)(2)
of this chapter by a party, whether a practitioner or non-practitio-
ner, may result in the imposition of sanctions under § 10.18(c) of
this chapter. Any practitioner violating § 10.18(b) may also be
subject to disciplinary action. See §§ 10.18(d) and 10.23(c)(15).

(e) Correspondence requiring person’s signature and relating
to registration practice before the Patent and Trademark Office in
patent cases, enrollment and disciplinary investigations, or disci-
plinary proceedings must be submitted with an original signature
personally signed in permanent ink by that person.

(f) When a document that is required by statute to be certi-
fied must be filed, a copy, including a photocopy or facsimile
transmission, of the certification is not acceptable.

(g) An applicant who has not made of record a registered
attorney or agent may be required to state whether assistance was
received in the preparation or prosecution of the patent applica-
tion, for which any compensation or consideration was given or
charged, and if so, to disclose the name or names of the person or
persons providing such assistance. Assistance includes the prepa-
ration for the applicant of the specification and amendments or
other papers to be filed in the Patent and Trademark Office, as
well as other assistance in such matters, but does not include
merely making drawings by draftsmen or stenographic services in

typing papers.

In addition to the Office of the Solicitor, as speci-
fied in 37 CFR 1.1(a)(3), the Office will now have
three separate addresses. The addresses are as follows.

I. FOR PATENT APPLICATIONS AND
PATENT-RELATED PAPERS

Correspondence in patent-related matters under the
direction of the Assistant Commissioner for Patents
should be addressed to:

Assistant Commissioner for Patents
Washington, DC 20231

Such correspondence includes: patent applications,
replies to notices of informality, requests for exten-
sion of time, notices of appeal to the Board of Patent
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Appeals and Interferences (the Board), briefs in sup-
port of an appeal to the Board, requests for oral hear-
ing before the Board, extensions of term of patent,
requests for publication of Statutory Invention Regis-
tration (SIR), requests for reexamination, statutory
disclaimers, certificates of correction, petitions to the
Assistant Commissioner for Patents, submission of
information disclosure statements, petitions to insti-
tute a public use proceeding, petitions to revive aban-
doned patent applications, and other correspondence
related to patent applications and patents which is
processed by organizations reporting to the Assistant
Commissioner for Patents.

II. FOR TRADEMARK APPLICATIONS AND
TRADEMARK-RELATED PAPERS

Correspondence in trademark-related matters under
the direction of the Assistant Commissioner for
Trademarks should be addressed to:

Assistant Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3513

Such correspondence includes all trademark appli-
cations and other trademark-related mail, except for
trademark documents sent to the Assignment Division
for recordation, requests for certified and uncertified
copies of trademark documents, and filings submitted
electronically. See 37 CFR 1.1(a)(2).

III. FOR ALL OTHER CORRESPONDENCE

Unless otherwise specified, correspondence that
does not fall into one of the categories designated
above should be addressed to:

Commissioner of Patents and Trademarks
Washington, DC 20231

Such correspondence includes: communications
with the Board of Patent Appeals and Interferences
after jurisdiction of the application has been trans-
ferred to the Board, patent services including patent
copy sales, assignments, library services, requests for
lists of patents and SIRs in a subclass, requests for the
status of maintenance fee payments, as well as patent
practitioner enrollment matters including admission to
examination, registration to practice, certificates of
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good standing, and financial service matters including
establishing a deposit account.

All correspondence with the USPTO, except for
communications relating to pending litigation and cer-
tain disciplinary proceedings as specified in 37 CFR
1.1(a)(3), may continue to be filed directly at the Cus-
tomer Service Window located in Room 1B03 of
Crystal Plaza 2, 2011 South Clark Place, Arlington,
VA.

Trademark-related papers may also be filed at the
“walk-up” window located on the third floor of the
South Tower Building, 2900 Crystal Drive, Arlington,
VA. Hand delivery of trademark papers and fees
directly to the South Tower Building will expedite
processing.

As provided in 37 CFR 1.4(c), matters that are to
be considered by different branches or sections of the
USPTO must be contained in separate papers. The fol-
lowing form paragraph may be used to notify the
applicant of this requirement when the applicant has
filed a single paper containing distinct subjects,
inquiries, or orders.

g 5.01.01 Separate Paper Required

The [1] submitted [2] should have been submitted as a separate
paper as required by 37 CFR 1.4(c). The paper has been entered.
However, all future correspondence must comply with 37 CFR
1.4.

Examiner Note:

1. Inbracket 1, indicate the item required to be separately sub-
mitted, such as an affidavit, petition, or other appropriate docu-
ment.

2. If the applicant is a pro se inventor, include a copy of the
rule.

Those who correspond with the USPTO are
strongly encouraged not to include correspondence
which will have to be directed to different areas (e.g.,
Patents and Trademarks) of the Office in a single
envelope. Including multiple papers in a single enve-
lope increases the likelihood that one or more of the
papers will be delayed before reaching the appropriate
area. Placing the papers in separately addressed enve-
lopes will reduce the number of actions being per-
formed by the USPTO unnecessarily or
inappropriately. At the present time, use of the wrong
mailing address will not affect the filing date assigned
to any application or correspondence received in the
USPTO, except as specified in 37 CFR 1.1(a)(3)@iv).
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Except for certain mail addressed incorrectly to the
Office of the Solicitor, there will be no penalty for
addressing a document to the wrong area within the
Office, as long as one of the approved addresses
isused. Use of the specific addresses listed within
37 CFR 1.1 is strongly encouraged because it will
facilitate the process both for the Office and the filer.
Accordingly, a new application incorrectly addressed
to the Commissioner will be treated the same as if the
application was addressed to the specific Assistant
Commissioner.

All mailed communications are received by the
Incoming-Mail Section of the Office of Initial Patent
Examination (OIPE), which opens and distributes all
official mail.

Special boxes have been established to allow the
forwarding of particular types of mail to appropriate
areas of the Office as quickly as possible. A list of
these boxes is published weekly in the Official
Gazette. Only the specified type of document for a
particular box should be placed in an envelope
addressed to that box.

If any documents other than the specified type iden-
tified for each department are addressed to that
department, they will be significantly delayed in
reaching the appropriate area for which they were
intended.

502  Depositing Correspondence

37 CFR 1.5.
registration.

ldentification of application, patent or

(a) No correspondence relating to an application should be
filed prior to receipt of the application number from the Patent and
Trademark Office. When a letter directed to the Patent and Trade-
mark Office concerns a previously filed application for a patent, it
must identify on the top page in a conspicuous location, the appli-
cation number (consisting of the series code and the serial num-
ber; e.g., 07/123,456), or the serial number and filing date
assigned to that application by the Patent and Trademark Office,
or the international application number of the international appli-
cation. Any correspondence not containing such identification
will be returned to the sender where a return address is available.
The returned correspondence will be accompanied with a cover
letter which will indicate to the sender that if the returned corre-
spondence is resubmitted to the Patent and Trademark Office
within two weeks of the mail date on the cover letter, the original
date of receipt of the correspondence will be considered by the
Patent and Trademark Office as the date of receipt of the corre-
spondence. Applicants may use either the Certificate of Mailing
or Transmission procedure under § 1.8 or the Express Mail proce-
dure under § 1.10 for resubmissions of returned correspondence if
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they desire to have the benefit of the date of deposit in the United
States Postal Service. If the returned correspondence is not resub-
mitted within the two-week period, the date of receipt of the
resubmission will be considered to be the date of receipt of the
correspondence. The two-week period to resubmit the returned
correspondence will not be extended. In addition to the applica-
tion number, all letters directed to the Patent and Trademark
Office concerning applications for patent should also state the
name of the applicant, the title of the invention, the date of filing
the same, and, if known, the group art unit or other unit within the
Patent and Trademark Office responsible for considering the letter
and the name of the examiner or other person to which it has been
assigned.

(b) When the letter concerns a patent other than for purposes
of paying a maintenance fee, it should state the number and date
of issue of the patent, the name of the patentee, and the title of the
invention. For letters concerning payment of a maintenance fee in
a patent, see the provisions of § 1.366(c).

(c)(1)A letter about a trademark application should identify
the serial number, the name of the applicant, and the mark.

(2) A letter about a registered trademark should identify
the registration number, the name of the registrant, and the mark.

(d) A letter relating to a reexamination proceeding should
identify it as such by the number of the patent undergoing reexam-
ination, the reexamination request control number assigned to
such proceeding, and, if known, the group art unit and name of the
examiner to which it been assigned.

(e) When a paper concerns an interference, it should state
the names of the parties and the number of the interference. The
name of the examiner-in-chief assigned to the interference
(§ 1.610) and the name of the party filing the paper should appear
conspicuously on the first page of the paper.

(f) When a paper concerns a provisional application, it
should identify the application as such and include the application
number.

37 CFR 1.6. Receipt of correspondence.

(a) Date of receipt and Express Mail date of deposit. Corre-
spondence received in the Patent and Trademark Office is
stamped with the date of receipt except as follows:

(1) The Patent and Trademark Office is not open for the
filing of correspondence on any day that is a Saturday, Sunday, or
Federal holiday within the District of Columbia. Except for corre-
spondence transmitted by facsimile under paragraph (a)(3) of this
section, or filed electronically under paragraph (a)(4) of this sec-
tion, no correspondence is received in the Office on Saturdays,
Sundays, or Federal holidays within the District of Columbia.

(2) Correspondence filed in accordance with § 1.10 will
be stamped with the date of deposit as “Express Mail” with the
United States Postal Service.

(3) Correspondence transmitted by facsimile to the Patent
and Trademark Office will be stamped with the date on which the
complete transmission is received in the Patent and Trademark
Office unless that date is a Saturday, Sunday, or Federal holiday
within the District of Columbia, in which case the date stamped
will be the next succeeding day which is not a Saturday, Sunday,
or Federal holiday within the District of Columbia.
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(4) Trademark-related correspondence transmitted elec-
tronically will be stamped with the date on which the Office
receives the transmission.

(b) Patent and Trademark Office Post Office pouch. Mail
placed in the Patent and Trademark Office pouch up to midnight
on any day, except Saturdays, Sundays, and Federal holidays
within the District of Columbia, by the post office at Washington,
DC, serving the Patent and Trademark Office, is considered as
having been received in the Patent and Trademark Office on the
day it was so placed in the pouch by the U.S. Postal Service.

(c) Correspondence delivered by hand. In addition to being
mailed, correspondence may be delivered by hand during hours
the Office is open to receive correspondence.

(d) Facsimile transmission. Except in the cases enumerated
below, correspondence, including authorizations to charge a
deposit account, may be transmitted by facsimile. The receipt date
accorded to the correspondence will be the date on which the
complete transmission is received in the Patent and Trademark
Office, unless that date is a Saturday, Sunday, or Federal holiday
within the District of Columbia. See § 1.6(a)(3). To facilitate
proper processing, each transmission session should be limited to
correspondence to be filed in a single application or other pro-
ceeding before the Patent and Trademark Office. The application
number of a patent or trademark application, the control number
of a reexamination proceeding, the interference number of an
interference proceeding, the patent number of a patent, or the reg-
istration number of a trademark should be entered as a part of the
sender’s identification on a facsimile cover sheet. Facsimile trans-
missions are not permitted and, if submitted, will not be accorded
a date of receipt in the following situations:

(1) Correspondence as specified in § 1.4(e), requiring an
original signature;

(2) Certified documents as specified in § 1.4(f);

(3) Correspondence which cannot receive the benefit of
the certificate of mailing or transmission as specified in
§ 1.8(a)(2)(1)(A) through (D) and (F), § 1.8(a)(2)(ii)(A), and
§ 1.8(a)(2)(iii)(A), except that a continued prosecution application
under § 1.53(d) may be transmitted to the Office by facsimile;

(4) Drawings submitted under §§ 1.81, 1.83 through 1.85,
1.152,1.165, 1.174, 1.437,2.51, 2.52, or 2.72;

(5) A request for reexamination under § 1.510 or § 1.913;

(6) Correspondence to be filed in a patent application
subject to a secrecy order under §§ 5.1 through 5.5 of this chapter
and directly related to the secrecy order content of the application;

(7) Requests for cancellation or amendment of a registra-
tion under section 7(e) of the Trademark Act, 15 U.S.C. 1057(e);
and certificates of registration surrendered for cancellation or
amendment under section 7(e) of the Trademark Act, 15 U.S.C.
1057(e);

(8) Correspondence to be filed with the Trademark Trial
and Appeal Board, except the notice of ex parte appeal;

(9) Correspondence to be filed in an interference proceed-
ing which consists of a preliminary statement under § 1.621; a
transcript of a deposition under § 1.676 or of interrogatories, or
cross-interrogatories; or an evidentiary record and exhibits under
§ 1.653.
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(e) Interruptions in U.S. Postal Service. If interruptions or
emergencies in the United States Postal Service which have been
so designated by the Commissioner occur, the Patent and Trade-
mark Office will consider as filed on a particular date in the Office
any correspondence which is:

(1) Promptly filed after the ending of the designated inter-
ruption or emergency; and

(2) Accompanied by a statement indicating that such cor-
respondence would have been filed on that particular date if it
were not for the designated interruption or emergency in the
United States Postal Service.

(f) Facsimile transmission of a patent application under
§ 1.53(d). In the event that the Office has no evidence of receipt of
an application under § 1.53(d) (a continued prosecution applica-
tion) transmitted to the Office by facsimile transmission, the party
who transmitted the application under § 1.53(d) may petition the
Commissioner to accord the application under § 1.53(d) a filing
date as of the date the application under § 1.53(d) is shown to
have been transmitted to and received in the Office,

(1) Provided that the party who transmitted such applica-
tion under § 1.53(d):

(1) Informs the Office of the previous transmission of
the application under § 1.53(d) promptly after becoming aware
that the Office has no evidence of receipt of the application under
§ 1.53(d);

(i1) Supplies an additional copy of the previously
transmitted application under § 1.53(d); and

(iii) Includes a statement which attests on a personal
knowledge basis or to the satisfaction of the Commissioner to the
previous transmission of the application under § 1.53(d) and is
accompanied by a copy of the sending unit's report confirming
transmission of the application under § 1.53(d) or evidence that
came into being after the complete transmission and within one
business day of the complete transmission of the application under
§ 1.53(d).

(2) The Office may require additional evidence to deter-
mine if the application under § 1.53(d) was transmitted to and
received in the Office on the date in question.

All applications (provisional and nonprovisional)
may be sent to the U.S. Patent and Trademark Office
by mail (see MPEP § 501), or they may be deposited
in the Office of Initial Patent Examination (OIPE). A
continued prosecution application (CPA) filed under
37 CFR 1.53(d), amendments, and other papers may
be sent to the U.S. Patent and Trademark Office by
mail (see MPEP § 501), by facsimile (see MPEP
§ 502.01) or deposited in OIPE. Any correspondence
sent to the U.S. Patent and Trademark Office should
include the sender’s return address and ZIP Code des-
ignation.

All correspondence with the Office, except
for communications relating to pending litigation and
certain disciplinary proceedings as specified in 37
CFR 1.1(a)(3), may be filed directly at the Customer
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Service Window at the following address, or delivered
by private courier to:

Assistant Commissioner for Patents

[or Commissioner of Patents and Trademarks
or Assistant Commissioner for Trademarks]
USPTO Office of Initial Patent Examination
Crystal Plaza Building 2, Room 1B03

2011 South Clark Place

Arlington, VA 22202

Trademark-related papers may also be filed or
delivered by private courier to the “walk-up” window
located on the third floor of the South Tower Build-
ing, 2900 Crystal Drive, Arlington, VA. Hand deliv-
ery of trademark papers and fees directly to the South
Tower Building is recommended, to expedite process-
ing.

All correspondence related to a national patent
application already filed with the U.S. Patent and
Trademark Office must include the identification of
the application number or the serial number and the
filing date assigned to the application by the Office.
Any correspondence not containing the proper identi-
fication set forth in 37 CFR 1.5(a) must be sent by the
Technology Center (TC) with a signed note to OIPE
for return to the sender. Each paper should be
inspected to assure that the papers being returned con-
tain either an “Office Date” stamp or a TC date stamp.
A minor error in the identification of the application
can be corrected by the group provided the correct
identification can be quickly discovered. Examples of
minor errors are transposed numbers, typographical
errors, and listing the parent application number. The
failure to give any application number is not a minor
error. The Office often experiences difficulty in
matching incoming papers with the application file to
which they pertain because insufficient or erroneous
information is given. This applies especially to
amendments, powers of attorney, changes of address,
status letters, petitions for extension of time, and other
petitions.

Frequently, there are errors in the application num-
ber or in the art unit number, or the incoming paper
uses the old art unit number where an application has
been transferred and acted on by a different art unit.

Where the art unit number is entirely omitted, the
routine operations of OIPE must be interrupted solely
for the purpose of determining the location of the
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application so that the communication can be properly
routed. Under these circumstances, the efficiency of
OIPE is impaired and the incoming paper is delayed
in reaching its proper destination. Where such papers
are not essential to compliance with a statutory period
or time limit for reply, they may be returned for com-
pletion to identify the location of the files.

It would be of great assistance to the Office if all
incoming papers pertaining to a filed application car-
ried the following items:

(A) Application number (checked for accuracy,
including series code and serial no.).

(B) Art Unit number (copied from most recent
Office communication).

(C) Filing date.

(D) Name of the examiner who prepared the most
recent Office action.

(E) Title of invention.

(F) Confirmation number (see MPEP § 503).

Applicants may be reminded of this provision by
including form paragraph 5.01.

q 5.01 Proper Heading for Incoming Papers

It would be of great assistance to the Office if all incoming
papers pertaining to a filed application carried the following
items:

1. Application number (checked for accuracy, including series
code and serial no.).

2. Art Unit number (copied from most recent Office communi-
cation).

3. Filing date.

4. Name of the examiner who prepared the most recent Office
action.

5. Title of invention.

6. Confirmation number (see MPEP § 503).

The Office prefers identifying indicia to be pro-
vided on the drawings. If such identifying indicia is
provided, it must be placed on the front of each sheet
of drawings and centered within the top margin. See
37 CFR 1.84(c). The identifying indicia should
include the title of the invention, inventor’s name,
application number, and confirmation number (see
MPEP § 503). If the Office has not yet assigned an
application number and confirmation number to the
application, the docket number (if any) used by the
applicant to track the application should be provided.

When the Office receives formal or substitute
drawings for patent applications after the application
has been filed, a cover letter identifying the drawings
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by application number should accompany them. The
application number and other identifying indicia
should be placed on each sheet of drawings in accor-
dance with 37 CFR 1.84(c).

It is requested that the submission of additional or
supplemental papers on a newly filed application be
deferred until an application number has been
received. It also would be appreciated if the filing of
additional papers relating to an allowed application
were deferred until a Notice of Allowance (PTOL-85)
is received.

Documents which have no particular time or
sequence requirements should be filed in the Office
with materials submitted in reply to the statutory or
regulatory requirements. Examples are certified cop-
ies of foreign documents to support priority in patent
applications, changes of power of attorney, or changes
in mailing address following first action.

All letters relating to a reexamination proceeding
should identify the proceeding involved by patent
number and reexamination request control number.

POST ALLOWANCE CORRESPONDENCE

All post allowance correspondence, except for
petitions under 37 CFR 1.313(c), should be submitted
with the mailing address label provided with the
PTOL-85, “Notice of Allowance and Issue Fee Due”,
or be addressed “Box Issue Fee.” Any petition filed
under 37 CFR 1.313(c) to withdraw an application
from issue after payment of the issue fee should be
clearly marked “Petition under 37 CFR 1.313(c)” and
be either hand-carried or submitted by facsimile to the
Office of Petitions. See MPEP § 1730 for the phone
and facsimile numbers for the Office of Petitions.

Any paper filed after receiving the Issue Notifica-
ton should include the indicated patent number.

Since an allowed application will be issued as a
patent within about twelve weeks of payment of the
issue fee, all post allowance correspondence should
be filed prior to the date of issue fee payment to
ensure the papers reach the appropriate USPTO offi-
cial for consideration before the date the application
issues as a patent.

If the above suggestions are adopted, the process-
ing of both new and allowed applications could pro-
ceed more efficiently and promptly through the U.S.
Patent and Trademark Office.

500-7

HAND-DELIVERY OF PAPERS

Any paper which relates to a pending application
may be personally delivered to a TC. However, the
TC will accept the paper only if: (1) the paper is
accompanied by some form of receipt which can be
handed back to the person delivering the paper; and
(2) the TC being asked to receive the paper is respon-
sible for acting on the paper. Only CPAs filed under
37 CFR 1.53(d) may be delivered in person to the
TCs. All other patent applications may be delivered
in person addressed to the Assistant Commissioner
for Patents, USPTO Office of Initial Patent Examina-
tion, Crystal Plaza Building 2, Room 1B03, 2011
South Clark Place, Arlington, VA 22202, but not to
the TCs.

The receipt accompanying a hand-delivered paper
may take the form of a card identifying the paper. The
identifying data on the card should be so complete as
to leave no uncertainty as to the paper filed. For
example, the card should contain the applicant's
name(s), application number, the filing date, and a
description of the paper being filed. If more than one
paper is being filed for the same application, the card
should contain a description of each paper or item.

Under this procedure, the paper and receipt will be
date stamped with the TC date stamp. TC personnel
receiving a paper will check it against the receipt to
make sure that the paper is accurately described on
the receipt and that the receipt does not list papers
which are not being filed. The receipt will be handed
back to the person handdelivering the paper. The
paper will be correlated with the application and made
an official paper in the file, thereby avoiding the
necessity of processing and forwarding the paper to
the TC via the Mail Center.

The TC will accept and date stamp a paper, other
than an application which is not a CPA, even though
the paper is accompanied by a check or the paper con-
tains an authorization to charge a deposit account or a
credit card. However, in such instances, the paper
will be hand-carried by TC personnel to the Office of
Finance for processing and then made an official
paper in the file, with the exception of a Credit Card
Payment Form (PTO-2038), which is not made of
record in the file. See MPEP § 509.

All such papers, together with the cash, checks,
Credit Card Payment Forms (PTO-2038) or money
orders, shall be hand-carried to the Customer Service
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Window, Crystal Plaza Building 2, Room 1B03, 2011
South Clark Dr., Arlington, VA 22202.

“EXPRESS MAIL” SERVICE

There are two types of “Express Mail” delivery
offered by the U.S. Postal Service — “Post Office to
Addressee” and “Post Office to Post Office.” The only
type of service which can be used for “Express Mail”
directed to the U.S. Patent and Trademark Office is
the “Post Office to Addressee” service of the U.S.
Postal Service. 37 CFR 1.10. This service provides for
the use of a mailing label which clearly indicates the
date on which a particular paper or fee was deposited.

The addresses that should be used for “Express
Mail” sent to the U.S. Patent and Trademark Office
are set forth in 37 CFR 1.1 (see MPEP § 501).

“Post Office to Post Office” Express Mail does not
provide for delivery but instead is retained at the
postal facility of the addressee for pickup. The Postal
Service does not notify the addressee that this type of
Express Mail has been received and is awaiting
pickup. If not picked up, this mail is held for 15 days
and then returned to the sender.

Therefore, since the U.S. Patent and Trademark
Office does not have resources for picking up any
mail, including Express Mail, the “Post Office to Post
Office” Express Mail will not reach the U.S. Patent
and Trademark Office.

See MPEP § 513 for the use of the Express Mail
Mailing procedure of 37 CFR 1.10.

502.01 Correspondence Transmitted

by Facsimile

37 CFR 1.6. Receipt of correspondence.

skosksiokk

(d) Facsimile transmission. Except in the cases enumerated
below, correspondence, including authorizations to charge a
deposit account, may be transmitted by facsimile. The receipt date
accorded to the correspondence will be the date on which the
complete transmission is received in the Patent and Trademark
Office, unless that date is a Saturday, Sunday, or Federal holiday
within the District of Columbia. See § 1.6(a)(3). To facilitate
proper processing, each transmission session should be limited to
correspondence to be filed in a single application or other pro-
ceeding before the Patent and Trademark Office. The application
number of a patent or trademark application, the control number
of a reexamination proceeding, the interference number of an
interference proceeding, the patent number of a patent, or the reg-
istration number of a trademark should be entered as a part of the
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sender’s identification on a facsimile cover sheet. Facsimile trans-
missions are not permitted and, if submitted, will not be accorded
a date of receipt in the following situations:

(1) Correspondence as specified in § 1.4(e), requiring an
original signature;

(2) Certified documents as specified in § 1.4(f);

(3) Correspondence which cannot receive the benefit of
the certificate of mailing or transmission as specified in
§ 1.8(a)(2)(1)(A) through (D) and (F), § 1.8(a)(2)(ii)(A), and
§ 1.8(a)(2)(iii)(A), except that a continued prosecution application
under § 1.53(d) may be transmitted to the Office by facsimile;

(4) Drawings submitted under §§ 1.81, 1.83 through 1.85,
1.152, 1.165, 1.174, 1.437, 2.51, 2.52, or 2.72;

(5) A request for reexamination under § 1.510 or § 1.913;

(6) Correspondence to be filed in a patent application
subject to a secrecy order under §§ 5.1 through 5.5 of this chapter
and directly related to the secrecy order content of the application;

(7) Requests for cancellation or amendment of a registra-
tion under section 7(e) of the Trademark Act, 15 U.S.C. 1057(e);
and certificates of registration surrendered for cancellation or
amendment under section 7(e) of the Trademark Act, 15 U.S.C.
1057(e);

(8) Correspondence to be filed with the Trademark Trial
and Appeal Board, except the notice of ex parte appeal;

(9) Correspondence to be filed in an interference proceed-
ing which consists of a preliminary statement under § 1.621; a
transcript of a deposition under § 1.676 or of interrogatories, or
cross-interrogatories; or an evidentiary record and exhibits under
§ 1.653.

seskokoksk

The date of receipt accorded to any correspondence
permitted to be sent by facsimile transmission, includ-
ing a continued prosecution application (CPA) filed
under 37 CFR 1.53(d), is the date the complete trans-
mission is received by an Office facsimile unit, unless
the transmission is completed on a Saturday, Sunday,
or Federal holiday within the District of Columbia.
Correspondence for which transmission was com-
pleted on a Saturday, Sunday, or Federal holiday
within the District of Columbia, will be accorded a
receipt date of the next succeeding day which is not a
Saturday, Sunday, or Federal holiday within the Dis-
trict of Columbia. For example, a facsimile transmis-
sion to the Office from California starting on a Friday
at 8:45 p.m. Pacific time and taking 20 minutes,
would be completed at 9:05 p.m. Pacific time. The
complete transmission would be received in the
Office around 12:05 a.m. Eastern time on Saturday.
The receipt date accorded to the correspondence is the
date of the following business day, which in this case,
would be Monday (assuming that Monday was not a
Federal holiday within the District of Columbia).
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Note however, that if the Certificate of Transmission
is available (for documents not proscribed by 37 CFR
1.8(a)(2)), then the above facsimile may be consid-
ered timely filed on Friday if it contains a Certificate
of Transmission and is in compliance with 37 CFR
1.8(a)(1)(1)(B) and (ii).

37 CFR 1.6(d) specifies the types of correspon-
dence which may be transmitted by facsimile. These
would include CPAs filed under 37 CFR 1.53(d),
amendments, declarations, petitions, issue fee trans-
mittals and authorizations to charge deposit accounts.
The situations where transmissions by facsimile are
prohibited are identified in 37 CFR 1.6(d)(1)-(9). Pro-
hibitions cover situations where originals are required
as specified in 37 CFR 1.4(e) and (f), and situations
where accepting a facsimile transmission would be
unduly burdensome on the Office. As a courtesy, the
Office will attempt to notify senders whenever corre-
spondence is sent to the Office by facsimile transmis-
sion that falls within one of these prohibitions.
Senders are cautioned against submitting correspon-
dence by facsimile transmission which is not permit-
ted under 37 CFR 1.6(d) since such correspondence
will not be accorded a receipt date.

An applicant filing a CPA by facsimile transmis-
sion must include an authorization to charge the basic
filing fee to a deposit account or to a credit card, or
the application will be treated under 37 CFR 1.53(f)
as having been filed without the basic filing fee (as
fees cannot otherwise be transmitted by facsimile).

There is a special receipt procedure for filing a CPA
by fax, whereby the Office will fax back a receipt of
the CPA filing if applicant submits the Office receipt
form along with the CPA filing.

37 CFR 1.6. Receipt of correspondence.

sesokokox

(f) Facsimile transmission of a patent application under
§ 1.53(d). In the event that the Office has no evidence of receipt of
an application under § 1.53(d) (a continued prosecution applica-
tion) transmitted to the Office by facsimile transmission, the party
who transmitted the application under § 1.53(d) may petition the
Commissioner to accord the application under § 1.53(d) a filing
date as of the date the application under § 1.53(d) is shown to
have been transmitted to and received in the Office,

(1) Provided that the party who transmitted such applica-

tion under § 1.53(d):
(i) Informs the Office of the previous transmission of
the application under § 1.53(d) promptly after becoming aware
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that the Office has no evidence of receipt of the application under
§ 1.53(d);

(i1) Supplies an additional copy of the previously
transmitted application under § 1.53(d); and

(iii) Includes a statement which attests on a personal
knowledge basis or to the satisfaction of the Commissioner to the
previous transmission of the application under § 1.53(d) and is
accompanied by a copy of the sending unit's report confirming
transmission of the application under § 1.53(d) or evidence that
came into being after the complete transmission and within one
business day of the complete transmission of the application under
§ 1.53(d).

(2) The Office may require additional evidence to deter-

mine if the application under § 1.53(d) was transmitted to and
received in the Office on the date in question.

37 CFR 1.6(f) provides for the situation in which
the Office has no evidence of receipt of a CPA trans-
mitted to the Office by facsimile transmission. 37
CFR 1.6(f) requires a petition be filed requesting that
the CPA be accorded a filing date as of the date the
CPA is shown to have been transmitted to and
received in the Office. The showing must include,
inter alia, a copy of the sending unit’s report confirm-
ing transmission of the application or evidence that
came into being after the complete transmission of the
application and within one business day of the com-
plete transmission of the application.

The following list itemizes types of correspondence
which may not be filed by facsimile transmission,
and, if submitted by facsimile, will not be accorded a
date of receipt:

CORRESPONDENCE RELATIVE TO PATENTS
AND PATENT APPLICATIONS WHERE FIL-
ING BY FACSIMILE TRANSMISSION IS NOT
PERMITTED

(A) A document that is required by statute to be
certified;

(B) A national patent application specification
and drawing (provisional or nonprovisional) or other
correspondence for the purpose of obtaining an appli-
cation filing date, other than a continued prosecution
application filed under 37 CFR 1.53(d);

(C) Drawings submitted under 37 CFR 1.81,
1.83-1.85, 1.152, 1.165, 1.174, or 1.437;

(D) Correspondence in an interference which an
Administrative Patent Judge orders to be filed by
hand or “Express Mail”;

(E) Agreements between parties to an interfer-
ence under 35 U.S.C. 135(¢c);

August 2001



502.02

(F) Correspondence to be filed in an interference
proceeding which consists of a preliminary statement
under 37 CFR 1.621; a transcript of a deposition
under 37 CFR 1.676; or of interrogatories, or cross-
interrogatories, or an evidentiary record and exhibits
under 37 CFR 1.653;

(G) Correspondence to be filed in a patent appli-
cation subject to a secrecy order under 37 CFR 5.1-
5.5 and directly related to the secrecy order content of
the application;

(H) An international application for patent;

(I A copy of the international application and
the basic national fee necessary to enter the national
stage, as specified in 37 CFR 1.494(b) or 37 CFR
1.495(b);

(J) A request for reexamination under 37 CFR
1.510 or 37 CFR 1.913.

Under 37 CFR 1.6(d)(4), drawings submitted under
37 CFR 1.81, 37 CFR 1.81, 1.83-1.85, 1.152, 1.165,
1.174, or 1.437 may not be filed by facsimile trans-
mission in patent applications. However, applicants
may submit by facsimile transmission proposed draw-
ing corrections for approval by the Office.

See MPEP § 1834.01 for a discussion concerning
facsimile transmissions in PCT applications.

502.02 Correspondence Signature

Requirements

37 CFR 1.4. Nature of correspondence and signature
requirements.

sfestesk skosk

(d)(1) Each piece of correspondence, except as provided in
paragraphs (e) and (f) of this section, filed in an application,
patent file, trademark registration file, or other proceeding in the
Office which requires a person’s signature, must:

(1) Be an original, that is, have an original signature per-
sonally signed in permanent ink by that person; or
(i1) Be a direct or indirect copy, such as a photocopy or
facsimile transmission (§ 1.6(d)), of an original. In the event that a
copy of the original is filed, the original should be retained as evi-
dence of authenticity. If a question of authenticity arises, the
Office may require submission of the original; or
(iii) Where an electronically transmitted trademark filing
is permitted, the person who signs the filing must either
(A) Place a symbol comprised of numbers and/or let-
ters between two forward slash marks in the signature block on
the electronic submission; and print, sign and date in permanent
ink, and maintain a paper copy of the electronic submission; or
(B) Sign the verified statement using some other form
of electronic signature specified by the Commissioner.
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(2) The presentation to the Office (whether by signing,
filing, submitting, or later advocating) of any paper by a party,
whether a practitioner or non-practitioner, constitutes a certifica-
tion under § 10.18(b) of this chapter. Violations of § 10.18(b)(2)
of this chapter by a party, whether a practitioner or non-practitio-
ner, may result in the imposition of sanctions under § 10.18(c) of
this chapter. Any practitioner violating § 10.18(b) may also be
subject to disciplinary action. See §§ 10.18(d) and 10.23(c)(15).

(e) Correspondence requiring person’s signature and relating
to registration practice before the Patent and Trademark Office in
patent cases, enrollment and disciplinary investigations, or disci-
plinary proceedings must be submitted with an original signature
personally signed in permanent ink by that person.

(f) When a document that is required by statute to be certi-
fied must be filed, a copy, including a photocopy or facsimile
transmission, of the certification is not acceptable.

sesokokox

Correspondence filed in the Office, which requires
a person’s signature, may be an original, or a copy
thereof. The word original, as used herein, is defined
as correspondence which is personally signed in per-
manent ink by the person whose signature appears
thereon. Where copies of correspondence are accept-
able, photocopies or facsimile transmissions may be
filed. For example, a photocopy or facsimile transmis-
sion of an original of an amendment, declaration (e.g.,
under 37 CFR 1.63 or 1.67), petition, issue fee trans-
mittal form, authorization to charge a deposit account
or a credit card, may be submitted in a patent applica-
tion. Where copies are permitted, second and further
generation copies (i.e., copy of a copy) are acceptable.
For example, a client may fax a paper to an attorney
and the attorney may then fax the paper to the Office,
provided the paper is eligible to be faxed (see MPEP §
502.01). The original, if not submitted to the Office,
should be retained as evidence of proper execution in
the event that questions arise as to the authenticity of
the signature reproduced on the photocopy or facsim-
ile-transmitted correspondence. If a question of
authenticity arises, the Office may require submission
of the original.

When a document that is required by statute to be
certified must be filed (such as a certified copy of a
foreign patent application pursuant to 35 U.S.C. 119
or a certified copy of an international application pur-
suant to 35 U.S.C. 365) a copy of the certification,
including a photocopy or facsimile transmission, will
not be acceptable. The requirement for an original
certification does not apply to certifications such as
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required under 37 CFR 1.8 since these certifications
are not required by statute.

502.03 Communications via the

Internet

The Office published a Patent Internet Usage Pol-
icy to

(A) establish a policy for use of the Internet by
the Patent Examining Corps and other organizations
within the USPTO,

(B) address use of the Internet to conduct inter-
view-like communications and other forms of formal
and informal communications,

(C) publish guidelines for locating, retrieving, cit-
ing, and properly documenting scientific and techni-
cal information sources on the Internet,

(D) inform the public how the USPTO intends to
use the Internet, and

(E) establish a flexible Internet policy framework
which can be modified, enhanced, and corrected as
the USPTO, the public, and customers learn to use,
and subsequently integrate, new and emerging Inter-
net technology into existing business infrastructures
and everyday activities to improve the patent applica-
tion, examining, and granting functions.

See Internet Usage Policy, 64 F.R. 33056 (June 21,
1999). The Articles of the Patent Internet Usage Pol-
icy pertinent to communications via electronic mail
are summarized below. See MPEP § 904.02(c) for
information pertinent to Internet searching, and
MPEP § 707.05(e) for information pertaining to the
citation of electronic documents. See also MPEP
§ 713.04 for recordation of e-mail interviews.

CONFIDENTIALITY OF PROPRIETARY IN-
FORMATION (ARTICLE 4)

If security and confidentiality cannot be attained
for a specific use, transaction, or activity, then that
specific use, transaction, or activity shall NOT be
undertaken/conducted.

All use of the Internet by Patent Organization
employees, contractors, and consultants shall be con-
ducted in a manner that ensures compliance with con-
fidentiality requirements in statutes, including 35
U.S.C. 122, and regulations. Where a written authori-
zation is given by the applicant for the USPTO to
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communicate with the applicant via Internet e-mail,
communications via Internet e-mail may be used.

Backup, archiving, and recovery of information
sent or received via the Internet is the responsibility of
individual users. The OCIO does not, and will not, as
a normal practice, provide backup and recovery ser-
vices for information produced, retrieved, stored, or
transmitted to/from the Internet.

COMMUNICATIONS VIA THE INTERNET
AND AUTHORIZATION (ARTICLE 5)

Communications via Internet e-mail are at the dis-
cretion of the applicant.

Without a written authorization by applicant in
place, the USPTO will not respond via Internet e-mail
to any Internet correspondence which contains infor-
mation subject to the confidentiality requirement as
set forth in 35 U.S.C. 122. A paper copy of such cor-
respondence will be placed in the appropriate patent
application.

The following is a sample authorization form which
may be used by applicant:

“Recognizing that Internet communications are not
secure, I hereby authorize the USPTO to communi-
cate with me concerning any subject matter of this
application by electronic mail. I understand that a
copy of these communications will be made of record
in the application file.”

A written authorization may be withdrawn by fil-
ing a signed paper clearly identifying the original
authorization. The following is a sample form which
may be used by applicant to withdraw the authoriza-
tion:

“The authorization given on , to the USPTO
to communicate with me via the Internet is hereby
withdrawn. I understand that the withdrawal is effec-
tive when approved rather than when received.”

Where a written authorization is given by the
applicant, communications via Internet e-mail, other
than those under 35 U.S.C. 132 or which otherwise
require a signature, may be used. In such case, a
printed copy of the Internet e-mail communications
MUST be given a paper number, entered into the
Patent Application Locating and Monitoring System
(PALM) and entered in the patent application file. A
reply to an Office action may NOT be communicated
by applicant to the USPTO via Internet e-mail. If such
a reply is submitted by applicant via Internet e-mail, a
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paper copy will be placed in the appropriate patent
application file with an indication that the reply is
NOT ENTERED.

USPTO employees are NOT permitted to initiate
communications with applicants via Internet e-mail
unless there is a written authorization of record in the
patent application by the applicant.

All reissue applications are open to public inspec-
tion under 37 CFR 1.11(a) and all papers relating to a
reexamination proceeding which have been entered
of record in the patent or reexamination file are
open to public inspection under 37 CFR 1.11(d).
USPTO employees are NOT permitted to initiate
communications with applicant in a reissue applica-
tion or a patentee of a reexamination proceeding via
Internet e-mail unless written authorization is given
by the applicant or patentee.

AUTHENTICATION OF SENDER BY A
PATENT ORGANIZATION RECIPIENT (ARTI-
CLE 6)

The misrepresentation of a sender’s identity (i.e.,
spoofing) is a known risk when using electronic com-
munications. Therefore, Patent Organization users
have an obligation to be aware of this risk and con-
duct their Internet activities in compliance with estab-
lished procedures.

Internet e-mail must be initiated by a registered
practitioner, or an applicant in a pro se application,
and sufficient information must be provided to show
representative capacity in compliance with 37 CFR
1.34. Examples of such information include the attor-
ney registration number, attorney docket number, and
patent application number.

USE OF ELECTRONIC MAIL
(ARTICLE 7)

SERVICES

Once e-mail correspondence has been received
from the applicant, as set forth in Patent Internet
Usage Policy Article 4, such correspondence must be
responded to appropriately. The Patent Examiner may
respond to an applicant’s e-mail correspondence by
telephone, fax, or other appropriate means.

INTERVIEWS (ARTICLE 8)

Internet e-mail shall NOT be used to conduct an
exchange of communications similar to those
exchanged during telephone or personal interviews
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unless a written authorization has been given under
Patent Internet Usage Policy Article 5 to use Internet
e-mail. In such cases, a paper copy of the Internet e-
mail contents MUST be made and placed in the patent
application file, as required by the Federal Records
Act, in the same manner as an Examiner Interview
Summary Form is entered.

POLICY GUIDANCE AND CLARIFICATIONS
(ARTICLE 13)

Within the Patent Organization, any questions
regarding Internet usage policy should be directed to
the user’s immediate supervisor. Non-USPTO person-
nel should direct their questions to the Office of the
Deputy Commissioner for Patent Examination Policy.

502.04 Duplicate copies of

Correspondence

37 CFR 1.4. Nature of correspondence and signature
requirements.

(b) Since each file must be complete in itself, a separate
copy of every paper to be filed in a patent or trademark applica-
tion, patent file, trademark registration file, or other proceeding
must be furnished for each file to which the paper pertains, even
though the contents of the papers filed in two or more files may be
identical. The filing of duplicate copies of correspondence in the
file of an application, patent, trademark registration file, or other
proceeding should be avoided, except in situations in which the
Office requires the filing of duplicate copies. The Office may dis-
pose of duplicate copies of correspondence in the file of an appli-
cation, patent, trademark registration file, or other proceeding.

sesteokoksk

When the Office does not require duplicate copies
of a paper, the filing of multiple copies may cause a
delay in processing by the Office. Accordingly, the
Office may discard duplicate copies of correspon-
dence filed in an application or patent file.

503  Application Number and Filing

Receipt

37 CFR 1.54. Parts of application to be filed together;
filing receipt.

(a) Itis desirable that all parts of the complete application be
deposited in the Office together; otherwise, a letter must accom-
pany each part, accurately and clearly connecting it with the other
parts of the application. See § 1.53(f) and (g) with regard to com-
pletion of an application.

(b) Applicant will be informed of the application number
and filing date by a filing receipt, unless the application is an
application filed under § 1.53(d).
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Application numbers consisting of a series code
and a serial number are assigned by the Office of Ini-
tial Patent Examination (OIPE) immediately after
mail has been opened.

The following series codes are assigned to the
applications identified below:

(A) 01/ - 09/ - for nonprovisional applications
(utility, plant, and reissue),
- The 01 series code was used from year 1925 to
1934,
02 — 1935 to 1947,
03 — 1948 to 1959,
04 — 1960 to 1969,
05 - 1970 to 1978,
06 — 1979 to 1986,
07 — 1987 to 1992,
08 — 1993 to 1997, and
09 — 1998 to present;
(B) 29/ - for design applications;
(C) 60/ - for provisional applications; and
(D) 90/ - for reexamination proceedings.

If a self-addressed postcard is submitted with a
patent application, that postcard will be provided with
both the receipt date and application number prior to
returning it to the addressee. The application number
identified on such a postcard receipt is merely the pre-
liminary assignment of an application number to the
application, and should not be relied upon (e.g., with
respect to foreign filings) as necessarily representing
the application number assigned to such application.
See 37 CFR 1.53(b).

The identifying data on the postcard should
include:

(A) applicant’s name(s);

(B) title of invention;

(C) number of pages of specification, claims (for
nonprovisional applications), and sheets of drawing;

(D) whether oath or declaration is included;

(E) a list of any additional forms included with
the application (e.g., application transmittal form,
application data sheet, fee transmittal form, and/or
provisional application cover sheet); and

(F) amount and manner of paying the fee.

A return postcard should be attached to each patent
application for which a receipt is desired.
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It is important that the return postcard itemize all of
the components of the application. If the postcard
does not itemize each of the components of the appli-
cation, it will not serve as evidence that any compo-
nent which was not itemized was received by the
United States Patent and Trademark Office (USPTO).

It should be recognized that the identification of an
application by application number does not necessar-
ily signify that the USPTO has accepted the applica-
tion as complete (37 CFR 1.53(a)).

OIPE mails a filing receipt to the attorney or agent,
if any, otherwise to the applicant, for each application
filed which meets the minimum requirements to
receive a filing date. The filing receipt includes the
application number, filing date, a confirmation num-
ber, a suggested class in the U.S. Patent Classification
System (see MPEP § 902.01), and the number of an
art unit where the application is likely to be examined.
The filing receipt also includes other information
about the application as applicable, such as continuing
data, national stage data, foreign priority data, foreign
filing license data, entity status information, and the
date the Office anticipates publishing the application
under 35 U.S.C. 122(b). The filing receipt represents
the official assignment by the USPTO of a specific
application number and confirmation number to a par-
ticular application. See 37 CFR 1.54(b). The applica-
tion number officially assigned to an application on
the filing receipt may differ from the application num-
ber identified on a postcard receipt submitted with
such application, and, as between inconsistent filing
receipts and postcard receipts, the application number
on the filing receipt is controlling.

The confirmation number is a four-digit number
that is assigned to each newly filed application. The
confirmation number, in combination with the appli-
cation number, is used to verify the accuracy of the
application number placed on correspondence filed
with the Office to avoid misidentification of an appli-
cation due to a transposition error in the application
number. The confirmation number may be found in
the upper left-hand corner of the filing receipt.
The confirmation number will also be
available through the Patent Application Information
Retrieval (PAIR) system (http://pair.uspto.gov). The
Office eventually plans to include the application’s
confirmation number (in addition to the application
number) on all Office actions and notices concerning
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the application. The confirmation number must be
used when submitting an electronic filing system
(EFS) copy of the application for publication to verify
that the application number correctly identifies the
application for which a copy is being submitted for
publication. The Office also recommends that appli-
cants include the application’s confirmation number
(in addition to the application number) on all corre-
spondence submitted to the Office concerning the
application.

A continued prosecution application (CPA) filed
under 37 CFR 1.53(d) will be assigned the application
number of the prior application for identification pur-
poses.

A nonprovisional application, other than a CPA
filed under 37 CFR 1.53(d), is entitled to a filing date
as of the date of receipt of the specification, including
claims, and any required drawing. See 37 CFR
1.53(b). The filing receipt will be mailed at the time a
determination is made that the application meets the
minimum requirements to receive a filing date. The
oath or declaration and filing fee may be filed later
than the remaining application papers, but if so, they
must be accompanied by the required surcharge. See
37 CFR 1.53(f). If the oath or declaration, and/or fil-
ing fee, and appropriate surcharge are not timely filed,
the application will be abandoned.

A provisional application is entitled to a filing date
as of the date of receipt of the specification and any
required drawing(s). See 37 CFR 1.53(c). A cover
sheet (37 CFR 1.51(c)(1)), which may be an applica-
tion data sheet (37 CFR 1.76) or a cover letter, identi-
fying the application as a provisional application is
required to prevent the provisional application from
being treated as a nonprovisional application. 37 CFR
1.53(c)(1).

Each application which meets the minimum
requirements to receive a filing date is given a filing
date. It is important, when referring to application
files, to identify them by their filing dates and confir-
mation numbers as well as by application numbers.

Attorney docket numbers must be limited to a max-
imum of 12 characters to prevent truncation. The
Patent Application Locating and Monitoring (PALM)
system data base allows a maximum of 12 characters
for the attorney docket numbers. Spaces, slashes, and
hyphens will no longer be included in the entered
docket number on the official filing receipt. In an
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application where CASE or NAVY-CASE appears
before the first character in the docket number, only
the characters after CASE or NAVY-CASE will be
entered on the official filing receipt.

The application papers are placed in a file wrapper
and certain data placed thereon by OIPE.

Applications which are entitled to a filing date and
are filed, whether by regular mail or “Express Mail”
under 37 CFR 1.10, by hand-delivery or otherwise,
will not be returned to applicant even if requested. See
37 CFR 1.59. Accordingly, applicants must be careful
not to file applications which are not intended to be
filed, e.g., duplicates of applications already filed.
Since 37 CFR 1.26(a) precludes refund of an applica-
tion filing fee when applicant desires to withdraw an
application, any request by applicant not to process or
charge an application filing fee because the applica-
tion was not intended to be filed must be in the form
of a petition under 37 CFR 1.183 requesting suspen-
sion of the rules to the extent that the filing fee not be
processed or charged. Any such petition must include
the fee set forth in 37 CFR 1.17(h) and must be
accompanied by an express abandonment of the appli-
cation in accordance with 37 CFR 1.138. In order for
such a petition to be granted, it must ordinarily be
filed and acted upon prior to the date on which the
application filing fee is processed or charged by the
Office with regard to the application.

RETURN POSTCARD

If a receipt of any item (e.g., paper or fee) filed in
the USPTO is desired, it may be obtained by enclos-
ing with the paper a self-addressed postcard specifi-
cally identifying the item. The USPTO will stamp the
receipt date on the postcard and place it in the outgo-
ing mail. A postcard receipt which itemizes and prop-
erly identifies the items which are being filed serves
as prima facie evidence of receipt in the USPTO of all
the items listed thereon on the date stamped thereon
by the USPTO.

The identifying data on the postcard should be so
complete as to clearly identify the item for which
receipt is requested. For example, the postcard should
identify the applicant’s name, application number (if
known), confirmation number (if known), filing date,
interference number, title of the invention, etc. The
postcard should also identify the type of paper being
filed, e.g., new application, affidavit, amendment,
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notice of appeal, appeal brief, drawings, fees,
motions, supplemental oath or declaration, petition,
etc., and the number of pages being submitted. If a
new application is being filed, all parts of the applica-
tion being submitted should be separately listed on the
postcard, e.g., the number of pages of specification
(including written description, claims and abstract),
number of claims, number of sheets of drawings,
number of pages of oath/declaration, number of pages
of cover sheet (provisional application).

The postcard receipt will not serve as prima facie
evidence of receipt of any item which is not ade-
quately itemized on the postcard. For example,
merely listing on the postcard “a complete applica-
tion” or “patent application” will not serve as a proper
receipt for each of the required components of an
application (e.g., specification (including claims),
drawings (if necessary), oath or declaration and the
application filing fee) or missing portions (e.g., pages,
sheets of drawings) of an application if one of the
components or portion of a component is found to be
missing by the USPTO. Each separate component
should be specifically and properly itemized on the
postcard. Furthermore, merely incorporating by refer-
ence in the postcard receipt, the items listed in a trans-
mittal letter will not serve as prima facie evidence of
receipt of those items.

The person receiving the item(s) in the USPTO will
check the listing on the postcard against the item(s)
being filed to be sure they are properly identified and
that all the items listed on the postcard are presently
being submitted to the USPTO. If any of the items
listed on the postcard are not being submitted to the
USPTO, those items will be crossed off and the post-
card initialed by the person receiving the items.

Upon return of a postcard receipt from the USPTO,
the postcard receipt should be promptly reviewed by
the person who filed the items to ensure that every
item specifically denoted on the postcard was
received by the USPTO. If the postcard receipt has
been annotated to indicate that a particular item
denoted on the postcard was not received by the
USPTO, the postcard receipt will not serve as prima
facie evidence of receipt of that item in the USPTO.
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504  Assignment of Application
for Examination

The Office of Initial Patent Examination assigns a
nonprovisional application to the art unit to which it
appears to belong. Provisional applications will not be
examined.

505  “Office Date’” Stamp of Receipt

37 CFR 1.6. Receipt of correspondence.

(a) Date of receipt and Express Mail date of deposit. Corre-
spondence received in the Patent and Trademark Office is
stamped with the date of receipt except as follows:

(1) The Patent and Trademark Office is not open for the
filing of corespondence on any day that is a Saturday, Sunday, or
Federal holiday within the Distarict of Columbia. Except for cor-
respondence transmitted by facsimile under paragraph (a)(3) of
this section, or filed electronically under paragraph (a)(4) of this
section, no correspondence is received in the Office on Saturdays,
Sundays, or Federal holidays within the District of Columbia.

(2) Correspondence filed in accordance with § 1.10 will
be stamped with the date of deposit as “Express Mail” with the
United States Postal Service.

(3) Correspondence transmitted by facsimile to the Patent
and Trademark Office will be stamped with the date on which the
complete transmission is received in the Patent and Trademark
Office unless that date is a Saturday, Sunday, or Federal holiday
within the District of Columbia, in which case the date stamped
will be the next succeeding day which is not a Saturday, Sunday,
or Federal holiday within the District of Columbia.

(4) Trademark-related correspondence transmitted elec-
tronically will be stamped with the date on which the Office
receives the transmission.

skoskokokk

The United States Patent and Trademark Office
(Office) stamps papers and fees with the date of their
receipt in the Office. The stamp is referred to as the
“Office Date” stamp.

When the last day for taking any action or paying
any fee in the Office falls on a Saturday, Sunday, or a
Federal holiday within the District of Columbia, the
action or the fee is considered timely if the action is
taken or the fee is paid on the next succeeding busi-
ness day.

Effective November 29, 1999, Public Law 106-113
amended 35 U.S.C. 119(e)(3) to extend the period of
pendency of a provisional application to the next suc-
ceeding business day if the day that is 12 months after
the filing date of a provisional application falls on a
Saturday, Sunday, or Federal holiday within the Dis-
trict of Columbia. See also 37 CFR 1.7(b). 35 U.S.C.

August 2001



506 MANUAL OF PATENT EXAMINING PROCEDURE

119(e)(3) as amended by Public Law 106-113 applies
to any provisional application filed on or after June 8,
1995 but has no effect on any patent which is the sub-
ject of litigation in an action commenced before
November 29, 1999.

New patent applications filed in accordance with 37
CFR 1.10 will be stamped by the Office with the date
of deposit as “Express Mail” with the United States
Postal Service. For example, if a new patent applica-
tion is deposited in “Express Mail” in accordance
with 37 CFR 1.10 on a Saturday and the United States
Postal Service gives it a date of deposit of Saturday,
the Office will accord and stamp the correspondence
with the Saturday date. 37 CFR 1.6(a)(2).

If an application includes the necessary compo-
nents for a filing date (see 37 CFR 1.53(b)-(d) and
MPEP § 506), the “Office Date” stamp establishes the
“filing date.” Applications will not be accepted and
stamped in the Technology Centers. They must be
date stamped in the Mail Room.

506 Completeness of
Original Application

37 CFR 1.53. Application number, filing date, and
completion of application.

(a) Application number. Any papers received in the Patent
and Trademark Office which purport to be an application for a
patent will be assigned an application number for identification
purposes.

(b) Application filing requirements - Nonprovisional appli-
cation. The filing date of an application for patent filed under this
section, except for a provisional application under paragraph (c)
of this section or a continued prosecution application under para-
graph (d) of this section, is the date on which a specification as
prescribed by 35 U.S.C. 112 containing a description pursuant to
§ 1.71 and at least one claim pursuant to § 1.75, and any drawing
required by § 1.81(a) are filed in the Patent and Trademark Office.
No new matter may be introduced into an application after its fil-
ing date. A continuing application, which may be a continuation,
divisional, or continuation-in-part application, may be filed under
the conditions specified in 35 U.S.C. 120, 121 or 365(c) and
§ 1.78(a).

(1) A continuation or divisional application that names as
inventors the same or fewer than all of the inventors named in the
prior application may be filed under this paragraph or paragraph
(d) of this section.

(2) A continuation-in-part application (which may dis-
close and claim subject matter not disclosed in the prior applica-
tion) or a continuation or divisional application naming an
inventor not named in the prior application must be filed under
this paragraph.
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(c) Application filing requirements - Provisional applica-
tion. The filing date of a provisional application is the date on
which a specification as prescribed by the first paragraph of
35 U.S.C. 112, and any drawing required by § 1.81(a) are filed in
the Patent and Trademark Office. No amendment, other than to
make the provisional application comply with the patent statute
and all applicable regulations, may be made to the provisional
application after the filing date of the provisional application.

(1) A provisional application must also include the cover
sheet required by § 1.51(c)(1), which may be an application data
sheet (§ 1.76), or a cover letter identifying the application as a
provisional application. Otherwise, the application will be treated
as an application filed under paragraph (b) of this section.

(2) An application for patent filed under paragraph (b) of
this section may be converted to a provisional application and be
accorded the original filing date of the application filed under
paragraph (b) of this section. The grant of such a request for con-
version will not entitle applicant to a refund of the fees that were
properly paid in the application filed under paragraph (b) of this
section. Such a request for conversion must be accompanied by
the processing fee set forth in § 1.17(q) and be filed prior to the
earliest of:

(i) Abandonment of the application filed under para-
graph (b) of this section;

(ii) Payment of the issue fee on the application filed
under paragraph (b) of this section;

(iii) Expiration of twelve months after the filing date of
the application filed under paragraph (b) of this section; or

(iv) The filing of a request for a statutory invention
registration under § 1.293 in the application filed under paragraph
(b) of this section.

(3) A provisional application filed under paragraph (c) of
this section may be converted to a nonprovisional application filed
under paragraph (b) of this section and accorded the original filing
date of the provisional application. The conversion of a provi-
sional application to a nonprovisional application will not result in
either the refund of any fee properly paid in the provisional appli-
cation or the application of any such fee to the filing fee, or any
other fee, for the nonprovisional application. Conversion of a pro-
visional application to a nonprovisional application under this
paragraph will result in the term of any patent to issue from the
application being measured from at least the filing date of the pro-
visional application for which conversion is requested. Thus,
applicants should consider avoiding this adverse patent term
impact by filing a nonprovisional application claiming the benefit
of the provisional application under 35 U.S.C. 119(e) (rather than
converting the provisional application into a nonprovisional appli-
cation pursuant to this paragraph). A request to convert a provi-
sional application to a nonprovisional application must be
accompanied by the fee set forth in § 1.17(i) and an amendment
including at least one claim as prescribed by the second paragraph
of 35 U.S.C. 112, unless the provisional application under para-
graph (c) of this section otherwise contains at least one claim as
prescribed by the second paragraph of 35 U.S.C.112. The nonpro-
visional application resulting from conversion of a provisional
application must also include the filing fee for a nonprovisional
application, an oath or declaration by the applicant pursuant to
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§8§ 1.63, 1.162, or 1.175, and the surcharge required by § 1.16(e) if
either the basic filing fee for a nonprovisional application or the
oath or declaration was not present on the filing date accorded the
resulting nonprovisional application (i.e., the filing date of the
original provisional application). A request to convert a provi-
sional application to a nonprovisional application must also be
filed prior to the earliest of:

(i) Abandonment of the provisional application filed
under paragraph (c) of this section; or

(i) Expiration of twelve months after the filing date of
the provisional application filed under this paragraph (c).

(4) A provisional application is not entitled to the right of
priority under 35 U.S.C. 119 or 365(a) or § 1.55, or to the benefit
of an earlier filing date under 35 U.S.C. 120, 121 or 365(c) or
§ 1.78 of any other application. No claim for priority under
35 U.S.C. 119(e) or § 1.78(a)(4) may be made in a design applica-
tion based on a provisional application. No request under § 1.293
for a statutory invention registration may be filed in a provisional
application. The requirements of §§ 1.821 through 1.825 regard-
ing application disclosures containing nucleotide and/or amino
acid sequences are not mandatory for provisional applications.

(d) Application filing requirements - Continued prosecution
(nonprovisional) application.

(1) A continuation or divisional application (but not a
continuation-in-part) of a prior nonprovisional application may be
filed as a continued prosecution application under this paragraph,
provided that:

(i) The prior nonprovisional application is either:

(A) A utility or plant application that was filed
under 35 U.S.C. 111(a) before May 29, 2000, and is complete as
defined by § 1.51(b); or

(B) A design application that is complete as defined
by § 1.51(b); or

(C) The national stage of an international applica-
tion that was filed under 35 U.S.C. 363 before May 29, 2000, and
is in compliance with 35 U.S.C. 371; and

(ii) The application under this paragraph is filed
before the earliest of:

(A) Payment of the issue fee on the prior applica-
tion, unless a petition under § 1.313(c) is granted in the prior
application;

(B) Abandonment of the prior application; or

(C) Termination of proceedings on the prior appli-
cation.

(2) The filing date of a continued prosecution application
is the date on which a request on a separate paper for an applica-
tion under this paragraph is filed. An application filed under this
paragraph:

(i) Must identify the prior application;

(ii) Discloses and claims only subject matter disclosed
in the prior application;

(iii) Names as inventors the same inventors named in
the prior application on the date the application under this para-
graph was filed, except as provided in paragraph (d)(4) of this sec-
tion;

(iv) Includes the request for an application under this
paragraph, will utilize the file jacket and contents of the prior
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application, including the specification, drawings and oath or dec-
laration from the prior application, to constitute the new applica-
tion, and will be assigned the application number of the prior
application for identification purposes; and

(v) Is arequest to expressly abandon the prior applica-
tion as of the filing date of the request for an application under this
paragraph.

(3) The filing fee for a continued prosecution application
filed under this paragraph is:

(1) The basic filing fee as set forth in § 1.16; and

(i1) Any additional § 1.16 fee due based on the number
of claims remaining in the application after entry of any amend-
ment accompanying the request for an application under this para-
graph and entry of any amendments under § 1.116 unentered in
the prior application which applicant has requested to be entered
in the continued prosecution application.

(4) An application filed under this paragraph may be filed
by fewer than all the inventors named in the prior application, pro-
vided that the request for an application under this paragraph
when filed is accompanied by a statement requesting deletion of
the name or names of the person or persons who are not inventors
of the invention being claimed in the new application. No person
may be named as an inventor in an application filed under this
paragraph who was not named as an inventor in the prior applica-
tion on the date the application under this paragraph was filed,
except by way of correction of inventorship under § 1.48.

(5) Any new change must be made in the form of an
amendment to the prior application as it existed prior to the filing
of an application under this paragraph. No amendment in an appli-
cation under this paragraph (a continued prosecution application)
may introduce new matter or matter that would have been new
matter in the prior application. Any new specification filed with
the request for an application under this paragraph will not be con-
sidered part of the original application papers, but will be treated
as a substitute specification in accordance with § 1.125.

(6) The filing of a continued prosecution application
under this paragraph will be construed to include a waiver of con-
fidentiality by the applicant under 35 U.S.C. 122 to the extent that
any member of the public, who is entitled under the provisions of
§ 1.14 to access to, copies of, or information concerning either the
prior application or any continuing application filed under the pro-
visions of this paragraph, may be given similar access to, copies
of, or similar information concerning the other application or
applications in the file jacket.

(7) A request for an application under this paragraph is
the specific reference required by 35 U.S.C. 120 to every applica-
tion assigned the application number identified in such request.
No amendment in an application under this paragraph may delete
this specific reference to any prior application.

(8) In addition to identifying the application number of
the prior application, applicant should furnish in the request for an
application under this paragraph the following information relat-
ing to the prior application to the best of his or her ability:

(i) Title of invention;
(i1)) Name of applicant(s); and
(iii) Correspondence address.

August 2001



506 MANUAL OF PATENT EXAMINING PROCEDURE

(9) Envelopes containing only requests and fees for filing
an application under this paragraph should be marked “Box CPA.”
Requests for an application under this paragraph filed by facsimile
transmission should be clearly marked “Box CPA.”

(10)See § 1.103(b) for requesting a limited suspension of

action in an application filed under this paragraph.
(e) Failure to meet filing date requirements.

(1) If an application deposited under paragraph (b), (c), or
(d) of this section does not meet the requirements of such para-
graph to be entitled to a filing date, applicant will be so notified, if
a correspondence address has been provided, and given a time
period within which to correct the filing error.

(2) Any request for review of a notification pursuant to
paragraph (e)(1) of this section, or a notification that the original
application papers lack a portion of the specification or draw-
ing(s), must be by way of a petition pursuant to this paragraph
accompanied by the fee set forth in § 1.17(h). In the absence of a
timely (§ 1.181(f)) petition pursuant to this paragraph, the filing
date of an application in which the applicant was notified of a fil-
ing error pursuant to paragraph (e)(1) of this section will be the
date the filing error is corrected.

(3) If an applicant is notified of a filing error pursuant to
paragraph (e)(1) of this section, but fails to correct the filing error
within the given time period or otherwise timely (§ 1.181(f)) take
action pursuant to this paragraph, proceedings in the application
will be considered terminated. Where proceedings in an applica-
tion are terminated pursuant to this paragraph, the application may
be disposed of, and any filing fees, less the handling fee set forth
in § 1.21(n), will be refunded.

(f) Completion of application subsequent to filing—nonpro-
visional (including continued prosecution or reissue) application.

(1) If an application which has been accorded a filing date
pursuant to paragraph (b) or (d) of this section does not include
the basic filing fee, or if an application which has been accorded a
filing date pursuant to paragraph (b) of this section does not
include an oath or declaration by the applicant pursuant to §§
1.63, 1.162 or § 1.175, and applicant has provided a correspon-
dence address (§ 1.33(a)), applicant will be notified and given a
period of time within which to pay the filing fee, file an oath or
declaration in an application under paragraph (b) of this section,
and pay the surcharge required by § 1.16(e) to avoid abandon-
ment.

(2) If an application which has been accorded a filing date
pursuant to paragraph (b) of this section does not include the basic
filing fee or an oath or declaration by the applicant pursuant to §§
1.63, 1.162 or § 1.175, and applicant has not provided a corre-
spondence address (§ 1.33(a)), applicant has two months from the
filing date of the application within which to pay the basic filing
fee, file an oath or declaration, and pay the surcharge required by
§ 1.16(e) to avoid abandonment.

(3) This paragraph applies to continuation or divisional
applications under paragraphs (b) or (d) of this section and to con-
tinuation-in-part applications under paragraph (b) of this section.

(4) See § 1.63(d) concerning the submission of a copy of
the oath or declaration from the prior application for a continua-
tion or divisional application under paragraph (b) of this section.
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(5) If applicant does not pay one of the basic filing or the
processing and retention fees (§ 1.21(1)) during the pendency of
the application, the Office may dispose of the application.

(g) Completion of application subsequent to filing—provi-
sional application.

(1) If a provisional application which has been accorded a
filing date pursuant to paragraph (c) of this section does not
include the cover sheet required by § 1.51(c)(1) or the basic filing
fee (§ 1.16(k)), and applicant has provided a correspondence
address (§ 1.33(a)), applicant will be notified and given a period
of time within which to pay the basic filing fee, file a cover sheet
(§ 1.51(c)(1)), and pay the surcharge required by § 1.16(1) to avoid
abandonment.

(2) If a provisional application which has been accorded a
filing date pursuant to paragraph (c)of this section does not
include the cover sheet required by § 1.51(c)(1) or the basic filing
fee (§ 1.16(k)), and applicant has not provided a correspondence
address (§ 1.33(a)), applicant has two months from the filing date
of the application within which to pay the basic filing fee, file a
cover sheet (§ 1.51(c)(1)), and pay the surcharge required by §
1.16(1) to avoid abandonment.

(3) If applicant does not pay the basic filing fee during
the pendency of the application, the Office may dispose of the
application.

(h) Subsequent treatment of application - Nonprovisional
(including continued prosecution) application. An application for
a patent filed under paragraphs (b) or (d) of this section will not be
placed on the files for examination until all its required parts,
complying with the rules relating thereto, are received, except that
certain minor informalities may be waived subject to subsequent
correction whenever required.

(i) Subsequent treatment of application - Provisional appli-
cation. A provisional application for a patent filed under para-
graph (c) of this section will not be placed on the files for
examination and will become abandoned no later than twelve
months after its filing date pursuant to 35 U.S.C. 111(b)(1).

() Filing date of international application. The filing date
of an international application designating the United States of
America is treated as the filing date in the United States of Amer-
ica under PCT Article 11(3), except as provided in 35 U.S.C.
102(e).

INCOMPLETE NONPROVISIONAL APPLICA-
TIONS FILED UNDER 37 CFR 1.53(b)

If the nonprovisional application papers filed under
37 CFR 1.53(b) do not include at least a specification
containing a description and at least one claim and a
drawing, if necessary under 35 U.S.C. 113 (first sen-
tence), or if the submitted application papers are too
informal to be given a filing date, the case is held in
the Office of Initial Patent Examination (OIPE) as an
incomplete application and the applicant is informed
of the shortcomings of the papers. No filing date is
granted until the incompleteness is corrected.
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A Notice of Incomplete Application is prepared and
mailed by OIPE when nonprovisional application
papers filed under 37 CFR 1.53(b) are deemed incom-
plete under 35 U.S.C. 111(a).

Such incompleteness may consist of the omission
of any one of the following parts of an application.
The component parts of a nonprovisional application
filed under 37 CFR 1.53(b) necessary to obtain a fil-
ing date are:

A specification as prescribed by 35 U.S.C. 112 and
37 CFR 1.71.

A claim as prescribed by 35 U.S.C. 112 and 37
CFR 1.75.

A drawing, if necessary under 35 U.S.C. 113 (first
sentence) and 37 CFR 1.81(a).

See 37 CFR 1.53(b).

Even though an application purports to include the
component parts necessary to obtain a filing date, the
application will still be held to be incomplete and a
filing date will be refused if the component parts fail
to satisfy the requirements set forth above.

For example, if the documents purporting to be a
specification are so obviously informal and incoherent
that they clearly do not constitute a specification as
required by 35 U.S.C. 112 and 37 CFR 1.71, the
application is not acceptable for examination and it
will not be accorded a filing date until corrections are
made. The filing date of the application will be the
date the corrections are made.

Filing dates are accorded to nonprovisional applica-
tions filed under 37 CFR 1.53(b) submitted without
the names of all the inventors, the basic filing fee and/
or the oath or declaration. In such cases, a notice is
mailed by OIPE requiring that at least the basic filing
fee and the oath or declaration (which must include
the names of all the inventors) be filed, accompanied
by a surcharge (37 CFR 1.16(e)). In addition to the
basic filing fee required under 37 CFR 1.16(a), the
prescribed filing fee (37 CFR 1.51(b)(4)) may include
additional fees for filing more than 3 independent
claims (37 CFR 1.16(b)), for filing a total of more
than 20 claims (37 CFR 1.16(c)), or for filing a multi-
ple dependent claim (37 CFR 1.16(d)). In those cases
where the basic filing fee is paid, but additional fees
are required, under 37 CFR 1.16, a notice is mailed by
the Technology Center (TC), requiring that the bal-
ance of the prescribed fee be paid.
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Occasionally, nonprovisional applications filed
under 37 CFR 1.53(b) which have already been
signed by the inventors contain informal claims that
the attorney or agent feels should not be present in the
application upon filing. However, since alteration
after execution by the inventor and before filing is
prohibited, such applications must be filed by the
attorney or agent in the form in which they were exe-
cuted by the inventors. A nonprovisional application
filed under 37 CFR 1.53(b) may be filed with a pre-
liminary amendment which is limited to the cancella-
tion of claims. This will diminish the number of
claims to be considered for calculation of the filing
fee. Any other changes to the application should be
the subject of a separate amendment which may be
entered after the filing fee has been calculated and the
filing date granted. If a preliminary amendment which
cancels claims does not accompany the application at
the time the application is filed, the notification of
insufficient fee will inform the inventor, attorney, or
agent of the possibility of correcting the insufficient
payment by either (1) paying the additional required
fee amount, or (2) filing an amendment which cancels
claims so that the remaining claims are covered by the
fee submitted upon filing. However, no refund will be
made once the fee for claims is properly paid, even
though claims are later canceled.

In the past, OIPE has reviewed the claimed subject
matter of newly filed nonprovisional applications to
determine whether a filing date should be granted.
Such applications included those drawn to perpetual
motion devices and methods of doing business and
applications for reissue signed by assignees or filed
more than 2 years after the grant of the patent which
appear to contain broadened reissue claims.

Under the current practice, a filing date is normally
granted in such cases if the nonprovisional application
filed under 37 CFR 1.53(b) is otherwise sufficient and
then forwarded to the examiner for consideration and
decision during the regular course of examination.

INCOMPLETE
TIONS

P