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801 Introduction

The subject of restriction or unity of invention, and
double patenting are treated under U.S.C. Title 35,
the Patent Cooperation Treaty Articles and Rules,
and the Rules of Practice.

802 Basis for Practice in Statute, Patent Cocper-
ation Treaty, and Rules

The basis for restriction or unity of invention, and
double patenting practices is found in the following
statute, national procedure rules, and PCT articles
and rules:

35 U.8.C. 121. Divisional applications. If two or more independent
and distinct inventions are claimed in one application, the Commis-
sioner may require the application to be restricted to one of the in-
ventions. If the other invention is made the subject of a divisional
application which complies with the requirements of section 120 of
this title it shall be entitled to the benefit of the filing date of the
original application. A patent issuing on an application with respect
to which a requirement for restriction under this section has been
made, or on an application filed as a result of such a requirement
shali not be used as a reference either in the Patent and Trademark
Office or in the courts against a divisional application or against the
original application or any pateat issued on either of them, if the
divisional application is filed before the issuance of the patent on
the other application. If a divisional application is directed solely to
subject matter described and claimed in the original application as
filed, the Commissioner may dispense with signing and execution
by the inventor. The validity of a patent shall not be questioned for
faifure of the Commissioner to require the application to be restrict-
ed to one invention.

35 U.S.C. 372. National stage: Requirements and procedure

(a) All questions of substance and, within the scope of the re-
quirements of the treaty and Regulations, procedure in an interna-
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tional -application designating the United States shall be determined

as in the case of national applications regularly filed in the Patent
Office.

(b) In case of international applications designating but not origi-

nating in, the United States-— PP gnating Horet

(1) the Commissioner may cause to be reexamined questions re-

lating to form and contents of the application in accordance with
the requirements of the treaty and the Regulations;

_ (2) the Commissioner may cause the question of unity of inven-
tion to be reexamined under section 121 of this title, within the
scope of the requirements of the treaty and the Regulations.

(c). Any claim not searched in the international stage in view of a
holding, found to be justified by the Commissioner upon review,
that the international application did not comply with the require-
ment for unity of invention under the treaty and the Regulations,
shall be coasidered canceled, unless payment of a special fee is
made by th; applicant. Such special fee shall be paid with respect
to each claim not searched in the international stage and shall be
submitted not later than one month afler 2 notice was sent 10 the
applicant informing him that the said holding was.deemed to be
justified. The payment of the special fee shall not prevent the Com-
missioner from requiring that the international application be re-
stricted to one of the inventions claimed therein under section 121
of this title, and within the scope of the requirements of the treaty
and the Regulations.

37 CFR 1.141. Different inventions i one application.

() Two or more independent and distinct inventions, that is, in-
ventions which do not form a single general inventive concept,
may not be claimed in one application, except thst mose than one
species of an invention, not to exceed a reasonable number, may be
specifically claimed in different claims in one application, provided
that application also includes an allowsble claim generic to all the
claimed species and all the claims to species in excess of one are
written in dependent form (§ 1.75) or otherwise include all the limi-
tations of the generic claim.

(®) A group of clain!a of difference categories in an application
so linked as to form & single inventive concept are considered to be
one invention. In particuler any of the following groupings of
::'lalms of different categories may be included in the same applica-

ion:

(1) in addition to a claim for a given product,

(i) & claim for one process specially adapted for the manufacture
of the said product, as where the process of making 8s claimed
cannot be used to make other and materially different products;

(ii) a claim for one use of the said product, as where said use as
clatxmed cannot be practiced with another materially different prod-
uct; or

(iii? both (i) and (i8); (2) in addition to a claim for a given process,
a claim for one apparatus or means specifically designed for carry-
ing out the seid process, that is, it cannot be used to practice aa-
other materially different process.

(c) If the situation of paragraph (b)(1) of this section exists where
claims to alf three categories, produet, process and use, are includ-
ed, and the product claims are not allowable, the use and process
claims are not so linked as to form a single general inventive con-
cept. Where the process and use claims are not so joined by an al-
lowable linking product claim, the applicant will be required to
e;e;m either the use or the process for prosecution with the product
claim.

37 CFR 1.142. 'R‘equlr‘emem Jor reseriction. () If two or more in-
erendent md dm‘mct_ inventions are claimed in a single applica-
tion, the examiner in his action shall require the applicant in his re-
sponse to that action to elect that invention to which his claim shall
be restricted, this official action being called a requirement for re-
striction (also known as a requirement for division), If the distinct-
ness and independence of the inventions be clear, such requirement
will be made before any action on the merits; however, it may be
made at any time before final action in the case, at the discretion of
the examiner.

(b) Claims to the invention or inventions not elected, if not can-
celled, are nevertheless withdrawn from fusther consideration by
the examiner by the election, subject however to reinstatement in
the event the requirement for restriction is withdrawn or overruled.

.Anternational Procedure .

37 CFR 1.481. Determination of unity of invention before the Inter-
national Searching Authority. (a) Before establishing the international
search report, the International Searching Authority shall deter-
mine whether the international application complies with the re-
quirement of unity of inventicn as set forth in PCT Rule 13 and as
set forth in §§ 1.14! and 1.146 except as modified below in this sec-
tion.

(b) If the International Searching Authority considers that the in-
ternational application does not comply with the requirement of
unity of invention, it shall inform the applicant accordingly and
invite the payment of additional fees (note § 1.445 and PCT Art.
17(3¥a) amd PCT Rule 40). The applicant will be given a time
period in accordance with PCT Rule 40.3 to pay the additional fees
due.

{c) In the case of non-compliance with unity of invention and
where no additional fees are paid, the international search will be
performed on the invention first mentioned (“main invention™) in
the claims.

(d) Lack of unity of invention may be directly evident before
considering the claims in relation to any prior art, or after taking
the prior art into consideration, as where a document discovered
during the search shows the invention claimed in a generic or link-
ing claim lacks novelty or is clearly obvious, leaving two or more
claims joined thereby without a common inventive concept. In
such a case the International Searching Authority may raise the ob-
jection of lack of unity of invention.

PCT ARTICLE 17

Procedure Before the International Searching Authority

(3)(a) If the International Searching Authority considers that the
international application does not comply with the requirement of
unity of invention as set forth in the Regulations, it shall invite the
applicant to pay additional fees. The International Searching Au-
thority chall establish the international search report on those parts
of the international application which relate to the invention first
mentioned in the claims (“main invention”) and, provided the re-
quired additional fees have been paid within the prescribed time
limit, on those parts of the international application which relate to
inventions in respect of which the said fees were paid.

PCT RuLE 13
Unity of Invention
I13.1 Requirement

The international application shall relate to one invention only or
to a group of inventions so linked as to form a single general incen-
tive concept (“requirement of unity of invention”).

13.2 Claims of Different Categories

Rule 13.1 shall be construed as permitting, in particular, one of
the following three possibilities:

(i) in addition to an independent claim for a given product, the
inclusion in the same international application of an independent
claim for a process specially adapted for the manufacture of the
said product, and the inclusion in the same international application
of an independent claim for a use of the said product, or

(if) in addition to an independent claim for a given process, the
inclusion in the same international application of an independent
claim for an apparatus or means specifically designed for carrying
out the said process, or

(iii) in addition to an independent claim for a given product, the
inclusion in the same international application of an independent
claim for a process specially adapted for the meanufacture of the
product, and the inclusion in the same international application of
an independent claim for an apparatus or means specifically de-
signed for carrying out the process.

13.3 Claims of One and the Same Category

Subject to Rule 13.1, it shall be permitted to include in the same
international application two or more independent claims of the
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same category (i.e., product, process, apparatus, or use) which
cannot readily be covered by a single generic claim.

13.4  Dependent Claims

Subject to Rule 13.1, it shall be permitted to include in the same
international application a reasonable number of dependent claims,
claiming specific forms of the invention claimed in an independent
claim, even where the features of any dependent ciaim could be
considered as constituting in themselves an invention.

13.5  Utility Models

Any designated State in which the grant of a utility mode] is
sought on the basis of an international application may, instesd of
Rules 13.1 to 13.4, apply in respect of the matters regulated in
those Rules the provisions of its national law concerning utility
models once the processing of the international application has
started in that State, provided that the applicant shall be allowed at
least 2 months from the expiration of the time limit applicable
under Article 22 1o adapt his application to the requirements of the
said provisions of the national law.

802.01 Meaning of “Independent”, “Distinct”

35 U.S.C. 121 quoted in the preceding section states
that the Commissioner may require restriction if two
or more “independent and distinct” inventions are
claimed in one application. In 37 CFR 1.141 the state-
ment is made that two or more “independent and dis-
t@nct inventions” may not be claimed in one applica-
tion.

This raises the question of the subjects as between
which the Commissioner may require restriction. This
in turn depends on the construction of the expression
“independent and distinct” inventions.

“Independent,” of course, means not dependent. If
“distinct” means the same thing, then its use in the
statute and in the rule is redundant. If “distinct”
means something different, then the question arises as
to what the difference in meaning between these two
words may be. The hearings before the committees of
Congress considering the codification of the patent
laws indicate that 35 U.S.C. 121: “enacts as law exist-
ing practice with respect to division, at the same time
introducing a number of changes.” *
~ The report on the hearings does not mention as a

change that is introduced, the subjects between which
the Commissioner may properly require division.

The term “independent” as already pointed out,
means not dependent. A large number of subjects be-
tween which, prior to the 1952 Act, division had been
proper, are dependent subjects, such, for example, as
combination and a2 subcombination thereof; as process
and apparatus used in the practice of the process; as
composition and the process in which the composition
is used; as process and the product made by such
process, etc. If section 121 of the 1952 Act were in-
tended to direct the Commissioner never to approve
division between dependent inventions, the word ‘in-
dependent” would clearly have been used alone. If
the Commissioner has authority or discretion to re-
strict independent inventions. only, then restriction
would be improper as between dependent inventions,
e.g., such as the ones used for purpose of illustration
above. Such was clearly, however, not the intent of
Congress. Nothing in the language of the statute and
nothing in the hearings of the committees indicate any

.intent to change the substantive law on this subject.

On the contrary, joinder of the term ‘“distinct” with
the term “independent”, indicates lack of such intent.
The law has long been established that dependent in-
ventions (frequently termed related inventions) such
as used for illustration above may be properly divided
if they are, in fact “distinct” inventions, even though
dependent.

INDEPENDENT

The term “independent” (i.e., not dependent) means
that there is no disclosed relationship between the
two or more subjects disclosed, that is, they are un-
connected in design, operation or effect, for example,
(1) species under a genus which species are not usable
together as disclosed or (2) process and apparatus in-
capable of being used in practicing the process.

DISTINCT

The term “distinct” means that two or more sub-
jects as disclosed are related, for example as combina-
tion and part (subcombination) thereof, process and
apparatus for its practice, process and product made,
etc., but are capable of separate manufacture, use or
sale as claimed, AND ARE PATENTABLE (novel
and unobvious) OVER EACH OTHER (though they
may each be unpatentable because of the prior art). It
will be noted that in this definition the term “related”
is used as an alternative for “dependent” in referring
to subjects other than independent subjects.

It is further noted that the terms “independent” and
“distinct” are used in decisions with varying mean-
ings. All decisions should be read carefully to deter-
mine the meaning intended.

802.02 Definition of Restriction

Restriction, a generic term, includes that practice of
requiring an election between distinct inveations, for
example, election between combination and subcom-
bination inventions, and the practice relating to an
election between independent inventions, for exaraple,
and election of species.

802.03 Meaning of General Inventive Concept

Rule 13 of the Patent Cooperation Treaty indicates
that an application should relate to one invention or
to a group of inventions so linked as to form a single
general inventive concept. This single general inven-
tive concept under the Patent Cooperation Treaty re-
lating to unity of invention in international applica-
tions substantially conforms to the concepts for the
restriction practice which has been used in national
applications in the Patent and Trademark Office.

All of the sections of this Chapter relate to both na-
tional and international applications except sections
§04-804.04, 809.02(b), 809.02(c), 809.02(e), 809.04-821,
which relate to national applications only, and section
823, which relates to international applications only.

803 Restriction—When Proper

Under the statute an application may properly be
held to lack unity of imvention or be required to be
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restricted to one of two or more claimed inventions
only if they are able to support separate patents and
they are either independent (§§ 806.04-806.04(j)) or
distinct (§§ 806.05-806.05(i)).

If the search and examination of an entire appllca-
tion can be made without serious burden, the examin-
er is encouraged to examine it on the merits, even
though it includes claims to distinct or independent
inventions.

If it is demonstrated that two or more claimed in-
ventions have no disclosed relationship (“‘independ-
ent”), restriction should be required. If it is demon-
strated that two or more claimed inventions have a
disclosed relationship (“‘dependent™), then a showing
of distinctness is required to substantiate a restriction
requirement.

Where inventions are neither independent nor dis-
tinct, one from the other, or they are not sufficiently
different to support more than one patent, their
joinder in a single application must be permitted.

PracTiCE RE MARKUSH-TYPE CLAIMS

The subject matter here has been revised in view of
the decisions In re Weber et al., 198 USPQ 328
(CCPA 1978); and In re Haas, 198 USPQ 334 (CCPA
1978).

This subsection deals with Markush-type generic
claims which include a plurality of alternatively
usable substances or members. In most cases, a recita-
tion by enumeration is used because there is no appro-
priate or true generic language. In many cases, the
Markush-type claims include independent and distinct
inventions. This is true where two or more of the
members are so unrelated and diverse that a prior art
reference anticipating the claim with respect to one of
the members would not render the claim obvious
under 35 U.S.C. 103 with respect to the other
member(s}).

In applications containing claims of that nature, the
examiner may require a provisional election of a
single species prior to examination on the merits. The
provisional election will be given effect in the event
that the Markush-type claim should be found not al-
lowable. Following election, the Markush-type claim
will be examined fully with respect to the elected spe-
cies and further to the extent necessary to determine
patentability. Should the Markush-type claim be
found not allowable, examination will be limited to
the Markush-type claim and claims to the elected spe-
cies, with claims drawn to species patentably distinct
from the elected species held withdrawn from further
consideration.

As an example, in the case of an application with a
Markush-type claim drawn to the compound C-R,
wherein R is a radical selected from the group con-
sisting of A, B, C, D, and E, the examiner may re-
quire a provisional election of a single species, CA,
CB, CC, CD, or CE. The Markush-type claim would
then be examined fully with respect to the elected
species and any species considered to be clearly
unpatentable over the elected species. If on examina-
tion the elected species is found to be anticipated or
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rendered obvious by prior art, the Markush-type
claim and claims to the elected species shall be reject-
ed, and claims to the non-elected species would be
held withdrawn from further consideration. As in the
prevailing practice, a second action on the rejected
claims would be made final.

On the other hand, should no prior art be found
that anticipates or renders obvious the elected species,
the search of the Markush-type claim will be ex-
tended. If prior art is then found that anticipates or
renders obvious the Markush-type claim with respect
to a non-elected species, the Markush-type claim shall
be rejected and claims to the non-elected species held
withdrawn from further consideration. The prior art
search, however, will not be extended unnecessarily
to cover all non-elected species. Should applicant, in
response to this rejeciion of the Markush-type claim,
overcome the rejection, as by amending the Markush-
type claim to exclude the species anticipated or ren-
dered obvious by the prior art, the amended Markush-
type claim will be reexamined. The prior art search
will be extended to the extent necessary to determine
patentability of the Markush-type claim. In the event
prior art is found during the reexamination that antici-
pates or renders obvious the amended Markush-type
claim, the claim will be rejected and the action made
final. Amendments submitted after the final rejection
further restricting the scope of the claim will not be
entered.

If the members of the Markush group are sufficient-
ly few in number or so closely related that a search
and examination of the entire claim can be made with-
out serious burden, the examiner is encouraged to ex-
amine all claims on the merits, even though they are
directed to independent and distinct inventions. In
such a case, the examiner will not follow the above
procedure and will not require restriction.

803.01 Review by Primary Examiner

Since requirements for restriction under Title 35
U.8.C. 121 are discretionary with the Commissioner,
it becomes very important that the practice under this
section be carefully administered. Notwithstanding
the fact that this section of the statute apparently pro-
tects the applicant against the dangers that previously
might have resulted from compliance with an improp-
er requirement for restriction, IT STILL REMAINS
IMPORTANT FROM THE STANDPOINT OF
THE PUBLIC INTEREST THAT NO REQUIRE-
MENTS BE MAKE WHICH MIGHT RESULT IN
THE ISSUANCE OF TWO PATENTS FOR THE
SAME INVENTION. Therefore to guard against this
possibility, the primary examiner must personally
review and sign all final requirements for restriction.

804 Definition of Double Patenting

Double patenting does not relate to international
applications which have not vet entered the national
stage in the United States.

There are two types of double patenting rejections.
One is the “same invention” type double patenting re-
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Jection based on 35 U.S.C. 101 which states in the sin-
gular that an inventor “may obtain a patent.” This has
been interpreted as meaning only one patent.

The other type is the “obviousness” type double
patenting rejection which is a judicially created doc-
trine based on public policy rather than statute and is
primarily intended to prevent prolongation of monop-
oly by prohibiting claims in a second patent not pa-
tentably distinguishing from claims in a first patent. In
re White et al.,, 160 USPQ 417; In re Thorington et
al., 163 USPQ 644. Note also §§ 804.01 and 804.02.

Form Paragraphs 7.24-7.26 may be used in obvious-
ness double patenting situations.

7.24 Rejection, Obviousness Double Patenting

Claim [1] rejected under the judicially created doctrine of obvi-
ousness-type double patenting as being unpatentable over claim (2]
of applicant’s [3]. Although the claims are not identical, they are
rot patentably distinct from each other because {4].

Exsminer Note:

1. In bracket 3, insert either the patent no. or the copending ap-
plication serial number.

2. In bracket 4, explain the rejection.

3. This paragraph must be followed by Form Paragraph 7.26 at
the conclusion of all obviousness double patenting rejections in the
Office action.

7.25 Rejection, Obviousness Double Patenting, Reference

Claim {1} rejected under the judicially created doctrine of obvi-
cusness-type double patenting as being unpatentable over claim [2}
of applicant’s [3] in view of [4]. At the time the invention was
made, it would have been obvious to [5].

Exgminer Note:

1. In bracket 3, insert either the patent no. or applicant’s copend-
ing application serial no.

2. In bracket 4, insert the secondary reference.

3. In bracket 5, explain the rejection.

4. This paragraph must be followed by Form Paragraph 7.26 at
the conclusion of ell obviousness double patenting rejections in the
Office action,

7.26 Obs susness Double Patenting, Basis

The obviousness-type double patenting rejection is a judicially es-
tablished doctrine based upon public policy and is primarily intend-
ed to prevent prolongation of monopoly by prohibiting claims in 2
second patent not patentably distinct from claims in a first patent.
In re Vogel, 164 USPQ 619. A timely filed terminal disclaimer in
compliance with 37 CFR 1.321(b) would overcome a rejection on
this ground. See MPEP 804.02 and 1490.

Examiner Note:

This explanation should follow immediately after all rejections
made using Form Paragraphs 7.24 and/or 7.25

The Court of Customs and Patent Appeals has held
that a terminal disclaimer is ineffective in the first
type, where it is attempted to twice claim the same
invention. However, the “obviousness” type double
patenting rejection may be obviated by a terminal dis-
claimer.

The term “double patenting” :s properly applicable
only to cases involving two or more applications and/
or patents having the same inventive entity and where
an invention claimed in one case is the same as, or not
patentably distinct from, am invention already
claimed. The term ‘“‘doublie patenting”™ should not be
applied to situations involving commonly owned cases
of different inventive entities. Commonly-owned cases
of different inventive entities are to be treated in the
manner set out in § 804.03.

804.01

The inventive entity is the sole inventor or the joint
inventors listed on a patent or patent application. A
sole inventor in one application and joint inventors in
another application cannot constitute a single or the
same entity, even if the sole inventor is one of the
joint inventors. Likewise, two sets of joint inventors
do not constitute a single inventive entity if any indi-
vidual inventor is included in one set who is not also
included in the other set.

804.01 Naullification of Double Patenting Rejec-
tion

35 U.S.C. 121, third sentence, provides that where
the Office reguires restriction at the national stage,
the patent of either the parent or any divisional appli-
cation thereof conforming to the requirement cannot
be used as a reference against the other. This apparent
nullification of double patenting as a ground of rejec-
tion or invalidity in such cases imposes a heavy
burden on the Office to guard against erroneous re-
quirements for restriction where the claims define es-
sentially the same inventions in different language and
which, if acquiesced in, might result in the issuance of
several patents for the same invention.

The apparent nullification of double patenting as a
ground of rejection or invalidity raises many trouble-
some questions as to meaning and situations where it
applies.

A. SITUATIONS WHERE THE DOUBLE PATENTING
ProTECTION UNDER 35 U.S.C. 121 DoESs Not APPLY

(a) The applicant voluntarily files two or more
cases without requirement by the examiner.

(b) The claims of the different applications or pat-
ents are not consonant with the requirement made by
the examiner, due to the fact that the claims have
been changed in material respects from the claims at
the time the requirement was made.

(c) The requirement was written in a manner which
made it clear to applicant that the requirement was
made subject to the non allowance of generic or other
linking claims and such linking claims are subsequent-
ly allowed. Therefore, if a generic or linking claim is
subsequently allowed, the restriction requirement
should be removed.

(d) The requirement for restriction (holding of lack
of unity of invention) was only made in an interna-
tional application.

B. Situations WHERE THE DOUBLE PATENTING
ProtecTiON UNDER 35 U.S.C. 121 APPARENTLY
APPLIES

It is considered that the prohibition against holdings
of double patenting applies to requirements for re-
striction between the related subjects treated in
§§ 806.04 through 806.05(i), namely, between combi-
nation and subcombination thereof , between subcom-
binations disclosed as usable together, between proc-
ess and apparatus for its practice, between process
and product made by such process and between appa-
ratus and product made by such apparatus, etc., so
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long as the claims in each case filed as a result of such
requirement are limited to its separate subject.

804.02 Terminal Disclaimer Avoiding Double
Patenting Rejection ’

If two or more cases are filed by a single inventive
entity, and if the expiration dates of the patents, grant-
ed or to be granted, are the same, either because of a
common issue date or by reason of the filing of one
or more terminal disclaimers, two or more patents
may properly be granted, provided the claims of the
different cases are not drawn to the same invention as
defined for double patenting purposes (In re Knohl,
155 USPQ 586; In re Griswold, 150 USPQ 804; In re
Vogel and Vogel, 164 USPQ 619).

The Patent and Trademark Office cannot ensure
that two or more cases filed by a single inventive
entity will have a common issue date. Applicants are
cautioned that reliance upon a common issue date
cannot effectively substitute for the filing of one or
more terminal disclaimers in order to overcome a
proper double patenting rejection, particularly since a
common issue date alone does not avoid the potential
problem of dual ownership of patents to patentably
indistinct inventions.

Claims that differ from each other (aside from
minor differences in language, punctuation, etc.),
whether or not the difference is obvious, are not con-
sidered to be drawn to the same invention for double
patenting purposes. In cases where the difference in
claims is obvious, terminal disclaimers are effective to
overcome rejections on double patenting. However,
such terminal disclaimers must include a provision
that the patent shall be unenforceable if it ceases to be
commonly owned with the other application or
patent. Note 37 CFR 1.321(b).

Where there is no difference, the inventions are the
same and a terminal disclaimer is ineffective.

571.CFR 1.321(b). A terminal disclaimer, when filed in an applica-
tion to cbviate a double patenting rejection, must be accompanied
by the fee set forth in § 1.20(d) and include a provision that any
patent granted on that application shall be enforceable only for and

during such period that said patent is commonly owned with the
application or patent which formed the basis for the rejection.

See § 1490 for form.

804.03 Terminal Digclaimer Not Applicable—
Commonly Owned Cases of Different Inven-
tive Entities

37 CFR 1.78(c). Where two or more applications, or an applica-
tion and a patent naming different inventors and owned by the
same party contain conflicting claims, the assignee may be called
upon to state which named inventor is the prior inventor. In addi-
tion to making said statement, the assignee may also explein why an
interference should be declared or that no conflict exists in fact,

In view of 35 U.S.C. 135, it is necesgsary to deter-
mine priority of invention whenever two different in-
ventive entities are claiming a single inventive con-
cept, including variations of the same concept each of
which would be obvious in view of the other. This is
true regardless of ownership and the provision of 37
CFR 1.201(c) that interferences will not be declared
or continued between commonly owned cases unless

MANUAL OF PATENT EXAMINING PROCEDURE

good cause is shown. therefor. A terminal disclaimer
can have no effect in this situation, since the basis for
refusing more than one patent is 35 U.8.C. 102 or 103,
and is not connected with any extension of monopoly.

Accordingly, the -assignee of two or more cases of
different inventive entities, containing conflicting
claims must maintain a line of demarcation between
them. If such a line is not maintained, the assignee
should be called on to state which entity is the prior
inventor of that subject matter and to limit the claims
of the other application accordingly. If the assignee
does not comply with this requirement, the case in
which the requirement to name the prior inventor
was made will be held abandoned.

An application in which a requirement to name the
prior inventor has been made will not be held aban-
doned where a timely response indicates that the
other application is abandoned or will be permitted to
become abandoned. Such a response will be consid-
ered sufficient since it renders the requirement to
identify the prior inventor moot because the existence
of conflicting claims is eliminated.

If after taking out a patent, a common assignee pre-
sents claims for the first time in a copending applica-
tion not patentably distinct from the claims in the
patent, the claims of the application should be reject-
ed on the ground that the assignee, by taking out the
patent at a time when the application was not claim-
ing the patented invention, is estopped to contend that
the patentee is not the prior inventor.

If a patent is inadvertently issued on one of two
commonly owned applications by different inventive
entities which at the time when the patent issued were
claimig inventions which are not patentably distinct,
the assignee should be called on to make a determina-
tion of priority as in the case of pending applications.
If the determination indicates that the patent issued to
the senior entity, a rejection under 35 U.S.C. 102 or
103 should be made. An election of the applicant
(senior entity) as the first inventor should not be ac-
cepted without a complete (not terminal) disclaimer
of the conflicting claims in the patent.

The requirement under section 1.78(c) applies only
where the applications are claiming the same inven-
tion. This is the meaning of “conflicting claims”.

The requirement to elect under section 1.78(c)
cannot be based on the fact that the claims in the dif-
ferent cases have a common concept, in the sensc of
one element of a multiple-element claimed different
combination.

Before making the requirement, with its threat to
hold the case abandoned if the election is not made by
assignee, the examiner must make sure that claims are
present in each case to the same inventions. Test:
Could the cases be put in interference, either on the
claims as presented or on insubstantially modified
claims?

If the answer to this test is in the affirmative, then
the requirement can be made; if the answer is in the
negative, then the requirement for election cannot be

made.
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Form paragraph 8.27 or 8.28 may be used to make
a requirement under 37 CFR 1.78(c).

&8.27 Different Inventors, Common Assignee, Same Invention

This application and [1] are both claiming [2]. In view of 35
U.S.C. 135, it is necessary to determine priority of invention when
two different inventive entitics are claiming a single inveative con-
cept, including variations of the same concept each of which would
be obvious in view of the other. A terminal disclaimer can have no
effect in this situation, since the basis for refusing more than one
patent for one invention is 35 U.S.C. 102 or 103 or estoppel and is
not connected with any extension of monopoly.

The assignee is required to state which entity is the prior inven-
tor of the conflicting subject matter and to limit the claims of the

other application accordingly.
If the assignee does not comply with this requirement, this appli-
cation will be held abandoned (MPEP 804.03).

Exsminer Note:

1. In bracket 1, identify the other application or patent.

2. In bracket 2, identify the common invention claimed.

3. The invention must be same for both inventive entities when

using this paragraph.
828 Different but Obvisus Inventions, Common Assignee

This application is considered to claim an invention not patenta-
bly distinct from the inveatdon claimed in commonly assigned {I].
Where different inventive entitics are invoived only ome patent
should issue for invemtions that are not patentably distinct from
ench other, Aclony vs. Ami, 192 USPQ 486. [2].

Exsminer Note:
In bracket 1, insert Application Serial No. or Patent No.

In bracket 2, explain why the claim(s) would be unpatentable if
the other entity is prior, i.e., why this invention is obvious over the

other invention.
A tesminal disclaimer can have no effect in this situation, since

the basis for refusing more than one patent for one invention is 35
U.S.C. 102 or 102 or estoppel, and is not connected with any exten-
siom of monopoly. In accordance with 37 CFR 1.78(¢), the assignee
is called upon to state which entity is entitled to priority of the fol-
fowing invention: {3].

Failure to comply will result in abandoament of this application.

Examiner Note:

1) In bracket 3, indicate the invention for which priority is 10 be
determined.

If the other inventive entity is named the prior inventor, claim
[4] rejected as umpatentable over the invention of said entity for
rezsons stated above.

Exeminer Note:

This paragraph is applicable when different inventions are in-
volved, and when the record is not clear which is entitled to prior-
ity, and one application could not issue if the other is prior.

804.04 Submission to Group Director

In order to promote uniform practice, every action
containing a rejection on the ground of double patent-
ing of either a parent or a divisional case (where the
divisional case was filed because of a requirement to
restrict by the examiner under 35 U.S.C. 121, includ-
ing a requirement to elect species, made by the
Office) must be submitted to the group director for
approval prior to mailing. When the rejection on the
ground of double patenting is disapproved, it shall not
be mailed but other appropriate action shall be taken.

Note § 1003, item 4.
805 Effect of Improper Joinder in Patent

35 U.S.C. 121, last sentence provides: “The validity
of a patent shall not be questioned for failure of the
Commissioner to require the application to be restrict-

806.04

ed to one invention.” In other words under this stat-
ute, no patent can be held void for improper joinder
of inventions claimed therein.

806 Determination of Distinctness or Independ-
ence of Claimed Inventions

The general principles relating to distinctness or
independence may be summarized as follows:

1. Where inventions are indepenent (i.e., no dis-
closed relation therebetween), restriction to one there-
of is ordinarily proper, §§ 806.04-806.04(j), though a
reasonable number of species may be claimed when
there is an allowed (novel and unobvious) claim ge-
neric thereto, 37 CFR 1.141, §§ 8§09.02~809.02(e).

2. Where inventions are related as disclosed but are
distinct as claimed, restriction may be proper.

3. Where inventions are related as disclosed but are
not distinct as claimed, restriction is never proper.
Since, if restriction is required by the Office double
patenting cannot be held, it is imperative the require-
ment should never be made where related inventions
as ciaimed are not distinct. For (2) and (3) see
§§ 806.05-806.05(i) and 809.03.

806.01 Compare Claimed Subject Matter

In passing upon questions of double patenting and
restriction, it is the claimed subject matter that is con-
sidered and such claimed subject matter must be com-
pared in order to determine the question of distinct-
ness or independence.

806.02 Patent-hility Over the Prior Art Not
Considere:

For the purpose of a decision on the question of re-
striction, and for this purpose only, the claims are or-
dinarily assumed to be in proper form and patentable
{novel and unobvious) over the prior art.

This assumption, of course, is not continued after
the question of restriction is settled and the question
of patentability of the several claims in view of prior
art is taken up. :

806.03 Single Embodiment,
Same Essential Features

Where the claims of an application define the same
essential characteristics of a single disclosed embodi-
ment of an invention, restriction therebetween should
never be required. This is because the claims are but
different definitions of the same disclosed subject
matter, varying in breadth or scope of definition.

Where such claims appear in different applications
optionally filed by the same inventor, disclosing the
same embodiments, see §§ 804-804.02.

806.04 Independent Inventions

If it can be shown that the two or more inventions
are in fact independent, applicant should be required
to restrict the claims presented to but one of such in-
dependent inventions. For example:

1. Two different combinations, not disclosed as ca-
pable of use together, having different modes of oper-
ation, different functions or different effects are inde-

Claims Defining
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806.04(a)

pendent. An article of apparel such ‘as a shoe, and a
locomotive bearing would be an example. A process
of painting a house and a process of boring a well
would be a second example. .

2. Where the two inventions are process and appa-
ratus, and the apparatus cannot be used to practice
the process or any part thereof, they are independent.
A specific process of molding is independent from a
molding apparatus which cannot be used to practice
the specific process.

3. Where species under a genus are independent.
For example, a genus of paper clips having species
differing in the manner in which a section of the wire
is formed in order to achieve a greater increase in its
holding power.

SPECIES ARE TREATED EXTENSIVELY IN THE
FOLLOWING SECTIONS

806.04(a) Species—Genus

The statute (35 U.S.C. 121} lays down the general
rule that restriction may be required to one of two or
more independent inventions. 37 CFR 1.141 makes an
exception to this, providing that a reasonable number
of species may be claimed in one application if the
other conditions of the rule are met.

806.04(b) Species May Be Related Inventions

Species, while usually independent may be related
under the particular disclosure. Where inventions as
disclosed and claimed are both (a) species under a
claimed genus and (b) related, then the question of re-
striction must be determined by both the practice ap-
plicable to election of species and the practice appli-
cable to other types of restrictions such as those cov-
ered in §§ 806.05-806.05(i). If restriction is improper
under either practice, it should not be required.

For example, two different subcombinations usuable
with each other may each be a species of some
common generic invention. In ex parte Healy, 1898
C.D. 157, 84 O.G. 1281, a clamp for a2 handle bar
stem and a specifically different clamp for a seat post
both usable together on a bicycle were claimed. In his
decision, the Commissioner considered both the
restriction practice under election of species and the
practice applicable to restriction between combination
and subcombinations.

As a further example, species of carbon compounds
may be related to each other as intermediate and final
product. Thus these species are not independent and
in order to sustain a restriction requirement, distinct-
ness must be shown. Distinctness is proven if it can be
shown that the intermediate product is wvseful other
than to make the final product. Otherwise, the dis-
closed relationship would preclude their. being issued
in separate patents.

Form Paragraph 8.14 may be used in intermedi-
ate—final product restriction requirements.

814  Intermediate—Final Product

Examiner Note:

Following is shown an Intermediate—Final Product situation,

Inventions {1] and [2] are related as mutually exclusive species in
intermediate-final product relationship. Distinctness is proven for
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claims in this relationship if the intermediate product is useful to
make other than the final product (MPEP section 806.04(b), 3rd
paragraph), and the species are patentably distinct (MPEP section

806.04(h)).
In this instant case, the intermediate product is deemed to be

useful as {3] and the inventions are deemed patentably distinct since
there is nothing on this record to show them to be obvious var-
iants. Should applicant traverse on the ground that the species are
not patentably distinct, applicant should submit evidence or identify
such evidence now of record showing the species to be obvious
variants or clearly admit on the record that this is the case. In
either instance, if the examiner finds one of the inventions anticipat-
ed by the prior art, the evidence or admission may be used in a
rejection under 35 U.S.C. 103 of the other invention.

806.04(c¢) Subcombination Not Generic to Combi-
nation

The situation is frequently presented where two dif-
ferent combinations are disclosed, having a subcom-
bination common to each. It is frequently puzzling to
determine whether a claim readable on two different
combinations is generic thereto.

This was early recognized in Ex parte Smith, 1888
C.D. 131, 44 O.G. 1183, where it was held that a sub-
combination was not generic to the different combina-
tions in which it was used.

To exemplify, a claim that defines only the subcom-
bination, e.g., the mechanical structure of a joint, is
not a generic or genus claim to two forms of a combi-
nation, e.g., two different forms of a doughnut cooker
each of which utilize the same form of joint.

806.04(d) Definition of a Generic Claim

In an applicaiion presenting three species illustrat-
ed, for example, in Figures 1, 2 and 3 respectively, a
generic claim should read on each of these views; but
the fact that a claim does so read is not conclusive
that it is generic. It may define only an element or
subcombination common to the several species.

It is not possible to define a generic claim with that
precision existing in the case of a geometrical term. In
general, a generic claim should include no material
element additional to those recited in the species
claims, and must comprehend within its confines the
organization covered in each of the species.

For the purpose of obtaining claims to more than
one species in the same case, the generic claim cannot
include limitations not present in each of the added
species claims. Otherwise stated, the claims to the spe-
cies which can be included in a case in addition to a
single species must contain all the limitations of the
generic claim.

Once a claim that is determined to be generic is al-
lowed, all of the claims drawn to species in addition
to the elected species which include all the limitations
of the generic claim will ordinarily be obviously al-
lowable in view of the allowance of the generic
claim, since the additional species will depend thereon
or otherwise include all of the limitations thereof.

When all or some of the claims directed to one of
the species in addition to the elected species do not
inciude all the limitations of the generic claim, then
that species cannot be claimed in the same case with
the other species, see § 809.02(c)(2).




RESTRICTION; DOUBLE PATENTING

806.04(e) Claims Restricted to Species

Claims are definitions of inventions. Claims are
rever species. Claims may be restricted to a single dis-
closed embodiment (i.e. a single species, and thus be
designed a specific species claim), or a claim may in-
clude two or more of the disclosed embodiments
within the breadth and scope of definition (and thus
be designated a generic or genus claim).

Species are always the specifically different embodi-
menis.

Species are wsually but not always independent as
disclosed (see § 806.04(b)) since there is wsually no
disclosure of relationship there between. The fact that
a genus for two different embodiments is capable of
being conceived and defined, does not affect the
independence of the embodiments, where the case
uader consideration contains no disclosure of any
community of operation, function or effect.

806.04(f) Clzims Restricted to Species, by Mutu-
ally Exclusive Characteristics

Claims to be restricted to different species must be
mutually exclusive. The general test as to when
claims are restricted respectively to different species is
the fact that one claim recites limitations which under
the disclosure are found in a first species but not in a
second, while a second claim recites limitations dis-
closed only for the second species and not the first.
This is frequently expressed by saying that claims to
be restricted to different species, must recite the mu-
tually exclusive characteristics of such species.

806.04(h) Sﬁwies Must Be Patentably Distinet
From Each Other and From Genus

Where an applicant files a divisional application
claiming a species previously claimed but nonelected
in the parent case, pursuant to and consonant with a
requirement to restrict, there should be no determina-
tion of whether or not the species claimed in the divi-
sional application is patentable over the species re-
tained in the paremt case since such a determination
was made before the requirement to restrict was
made.

In 2 national application containing claims directed
to more than a reasonable number of species, the ex-
aminer should not require restriction to a reasonable
number of species unless he is satisfied that he would
be prepared to allow claims to each of the claimed
species over the parent case, if presented in 2 division-
al application filed according to the requirement. Re-
striction should not be required if the species claimed
are considered clearly unpatentable over each other.

In making a requirement for restriction in an appli-
cation claiming plural species, the examiner should
group together species considered clearly unpatenta-
ble over each other, with ihe statement that restric-
tion as between those species is not required.

Where generic claims are allowed in a national ap-
plication, applicant may claim in the same application
additional species as provided by 37 CFR 1.141. As to
these, the patentable distinction between the species
or between the species and genus is not rigorously in-

806.05(x)

vestigated, .since they will .issue in the same  patent.
However, the practice stated in § 706.03(k’ may be
followed if the claims differ from the allowed genus
only by subject matter that can be shown by citation
of prior art. '

Where, however, an applicant optionally files an-
other national application with claims to a different
species, or for a species disclosed but not claimed in a
parent case as filed and first acted upon by the exam-
iner, there should be close investigation to determine
the presence or absence of patentable difference. See
§§ 804.01 and 804.02.

806.04(i) Generic Claims Rejected When Pre-
sented for First Time After Issue of Species

Where an applicant has separate national applica-
tions for plural species, but presents no generic claim
until after the issue of a patent for one of the species,
the generic claims cannot be allowed, even though
the applications were copending, In re Blattner, 114
USPQ 299, 44 C.C.P.A. 994 (CCPA 1957).

806.04(j) Generic Claims in One Patent Only

Generic claims covering two or more species which
are separately claimed in two or more patents to the
same inventor issued on copending applications must
all be present in a single one of the patents. If present in
two or more patents, the generic claims in the later
patents are void. Thus generic claims in an application
should be rejected on the ground of double patenting
in view of the generic claims of the patent, Ex parte
Robinson, 121 USPQ 613 (Bd. App., 1956).

806,058 Related Inventions

Where two or more related inventions are being
claimed, rae principal question to be determined in
connection with a requirement to restrict or a rejec-
tion on the ground of double patenting is whether or
not the inventions as claimed are distinct. If they are
distinct, restriction may be proper. If they are not dis-
tinct, restriction is never proper. If non-distinct inven-
tions are claimed in separate applications or patents,
double patenting must be held, except where the addi-
tional applications were filed consonant with a re-
quirement to restrict in a national application.

The various pairs of related inventions are noted in
the following sections.

806.05(a) Combination or Aggregation and Sub-
combination or Element

A combination or an aggregation is an organization
of which a subcombination or element is a part.

The distinction between combination and aggrega-
tion is not material to questions of restriction or to
questions of double patenting. Relative to questions of
restriction where a combination is alleged, the claim
thereto must be assumed to be allowable (novel and
unobvious) as pointed out in § 806.02, in the absence
of a holding by the examiner to the contrary. When a
claim is found in a patent, it has already been found
by the Office to be for a combination and not an ag-
gregation and must be treated on that basis.
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806.0;;»&) ‘Old Combination—Novel Subcombina-

Restriction is ordinarily not proper between a com-
bination (AB) that the examiner holds to be old and
unpatentable and the subcombination (B) in which the
examiner holds the novelty, if any, to reside, Ex parte
Donnell, 1923 C.D. 54, 315 O.G. 398. (See § 820.01.)

806.05(c) Criteria of Distinctness for Combina-
tion, Subcombination or Element of a Combi-
nation

In order to establish that combination and subcom-
bination inventions are distinct, two-way distinctness
must be demonstrated.

To support a reguirement for restriction, both two-
way distinctness and reasons for insisting on restric-
tion are necessary.

If it can be shown that a combination, as claimed

(1) does not require the particulars of the subcom-
bination as claimed for patentability (to show novelty
and unobvionsness), and

{2) the subcc:nbination can be shown to have utility
either by itself or in other and different relations, the
inventions are distinct. When these factors cannot be
showsn, such inventions are not distinct.

The following examples are included for general
guidance.

1. SUBCOMBINATION NOT ESSENTIAL TO
COMBINATION

ABur/Bgp Restriction proper

Where a combination as claimed does not set forth
the details of the subcombination as separately
claimed and the subcombination has separate utility,
the inventions are distinct and restriction is proper if
reasons exist for insisting upon the restriction, i.e. sep-
arate classification, status, or field of search.

This situation can be diagramed as combination 4
Bsr, and subcombination Bsp. Ber indicates that in the
combination the subcombination is broadly recited
and that the specific characteristics set forth in the
subcombination claim. B, are not set forth in the
combination claim.

Since claims to both the subcombination and combi-
nation are presented and assumed to be patentable, the
omission of details of the claimed subcombination By
in the combination claim 4 By is evidence that the
patentability of the combination does not rely on the
details of the specific subcombination.

2. SUBCOMBINATION ESSENTIAL TO COMBINATION
A Bip/Bsp No restriction

If there is no evidence that combination 4 By is
patentable without the details of By, restriction
should not be required. Where the relationship be-
tween the claims is such that the separately claimed
subcombination Hip constitutes the essential distin-
guishing feature of the combination 4 By as claimed,
the inventions are not distinct and a requirement for
restriction must not be made, even though the sub-
combination has separate otility.

MANUAL OF PATENT EXAMINING PROCEDURE

3. SoME CoMBINATION CLaIMS RECITE SPECIFIC
FEATURES OF THE SUBCOMBINATION BUT OTHER
COMBINATION CLAIMS GIVE EVIDENCE THAT THE
SUBCOMEINATION Is NoT ESSENTIAL TO THE CoM-
BINATION.

A Byp/A By (Evidence claim)/Bsp Restriction proper

Claim A By is an evidence claim which indicates
that the combination does not rely upon the specific
details of the subcombination for its patentability. If
claim 4 Byr is subsequently found to be unallowable,
the question of rejoinder of the iuventions restricted
must be reconsidered and the letter to the applicant
should so state. Therefore, where the combination
evidence claim 4 Bsr does not set forth the details of
the subcombination By, and the subcombination Bip
has separate utility, the inventions are distinct and re-
striction is proper if reasons exist for insisting upon
the restriction.

In applications claiming plural inventions capable of
being viewed as related in two ways, for example, as
both combination-subcombination and also as different
statutory categories, both applicable criteria for dis-
tinctness must be demonstrated to support a restric-
tion requirement. See also § 806.04(b).

Form Paragraph 8.15 may be used in combination-
subcombination restriction requirements.

8.15 Combination-Subcombination

Exsminer Note:

Following is shown a combination-subcombination situation. (MPEP

806.05(c)).

Inventions {1} and [2] are related as combination and subcombina-
tion. Inventions in this relationship are distinct if it can be shown
that (1) the combination as claimed does not require the particuiars
of the subcombination as claimed for patentability and (2) that the
subcombination has utility by itself or in other combinations.
(MPEP 806.05(c)). In this instant case, the combination as claimed
doss not require the particulars of the subcombination as claimed
because [3]. The subcombination has separate utility such as [4].

Exsminer Note:
In situations involving evidence claims, see MPEP 806.05(c), exam-

Ple 3, and explain in bracket 3.
In bracker 4, suggest utility other than used in combination.

§ 806.05(d) Subcombinations Usable Together

Two or more claimed subcombinations, disclosed as
usable together in a single combination, and which
can be shown to be separately usable, are usually dis-
tinct from each other.

Care should always be exercised in this sitvation to
determine if the several subcombinations are generi-
cally claimed. (See 806.04(b).)

Form Paragraph 8.16 may be used in restriction re-
quiremenis between subcombinations.

8,16 Subcombinations, Usable Together

Examiner Note:

Following is shown a situation of subcombinations usable together.
(MPEP 806.05(d)).

Inventions [1] and {2] are related as subcombinations disciosed as
usable together in a single combination. The subcombinations are
distinct from each other if they are shown to be separately usable.
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I the instant case the invention [3] has separate utility such as [4].
See (MPEP 806.05(d)).

Examiner Note:

i. In bracket 3, insert the appropriate group number or identify the

invention. .
2. In bracket 4, suggest utility other than with other invention.

§ 806.05(e) Process and Apparatus for Its Prac-

tice—~Distinctness
37 CFR 1.i141. Different inventions in one application.
. & &

(b) A group of ciaims of different categories in an application so
linked as to form a single inventive concept are considered to be
one invention. In particular any of the following groupings of
claims of different categories may be included in the same applica-
tion:

* * 2

(2) In addition to 2 claim for a given process, a claim for one
apparatus or means specifically designed for carrying out of the
said process, that is, it cannot be used to practice another materially

different process.
& ® % [ ] [

The words, “that is” in § 1.141(b}(2) should be read
as “for example”. The one way distinctness set forth
in the rule is illustrative and is not limiting to that
mentioned. No change in practice under this section
was intended by the 1978 rule change. The example
was included in the rule to illustrate the meaning of
“specifically designed.”

In applications claiming inventions in different stat-
utory categories, only one-way distinctness is general-
ly needed to support a restriction requirement. How-
ever, see § 806.05(c).

Process and apparatus for its practice can be shown
to be distinct inventions, if either or both of the fol-
lowing can be shown: (1) that the process as claimed
can be practiced by another materially different appa-
ratus or by hand, or (2) that the apparatus as claimed
can be used to practice another and materially differ-
ent process. .

Form Paragraph 8.17 may be used to make restric-
tion requirements between process and apparatus.

&17 Process and Apparatus

Examiner Note:

Following is shown a Process and Apparatus for its Practice situa-
tion. MPEP (806.05(e)).

Inventions [1] and [2] are related as process and apparatus for its
practice. The inventions are distinct if it can be shown that either:
(1) the process as claimed can be practiced by another materially

" different apparatus or by hand, or (2) the apparatus as claimed can

be used to practice another and materially different process.
(MPEP 806.05(e)). In this case [3].

Examiner Note:

In brucket 3, use one or more of the following reasons:

1) the process as claimed can be practiced by another and materially
different apparatus such as © © *©

2) the process as claimed can be practiced by hand,

3) the apparatus as claimed can be used to practice another and ma-
terially different process such as ® ©

806.05(h Process of Making and Product
Made--Distinctness
37 CFR 1.141. Different ieventions in one application.
@ ¢ L [ 2 &

806.05(g)

. (b) A group of claims of different categories in an application so
linked as to form a single inventive concept are considered to be
one invention. In particular any of the following groupings of
claims of different categories may be included in the same applica-
tion:

(1) in addition to a claim for a given product,

(i) a claim for one process specially adapted for the manufacture
of the said product, as where the process of making as claimed
cannot be used to make other and materially different products;

The words “as where” in 37 CFR 1.141(b)(1)(i)
should be read as ‘“for example”. The one way dis-
tinctness set forth in the rule is illustrative and is not
limiting to the one illustration given. No change in
practice under this section was intended by the 1978
rule change. The example was included in the rule to
illustrate the meaning of “specially adapted”,

A process of making and a product made by the
process can be shown to be distinct inventions if
either or both of the following can be shown: (1) that
the process as claimed is not an obvious process of
making the product and the process as claimed can be
used to make other and different products, or (2) that
the product as claimed can be made by another and
materially different process.

Form Paragraph 8.18 may be used in restriction re-
quirements between product and process of making.

818 Product and Process of Making

Examiner Note:

Following is skown a Product and Process of Muaking situation
(MPEP 806.05(/)).

Inventions {1] and [2] are related as process of making and prod-
uct made. The inventions are distinct if either or both of the fol-
lowing can be shown: (1) that the process as claimed can be used to
make another and materially different product or (2) that the prod-
uct as claimed can be made by another and materially different
process (MPEP 206.05(f)). In the instant case (3).

Examiner Note:

In bracket 3, use one or more of the following reasons:

I) the process as claimed can be used to make a materially different
product such as ® * ®,

2) the product as claimed can be made by a materially different
process such as * ® ¢

806,05(g) Apparatus and Product Made—Dis-
tinctness

An apparatus and a product made by the apparatus
can be shown to be distinct inventions if either or
both of the following can be shown: (1) that the appa-
ratus as claimed is mot an obvious apparatus for
making the product and the apparatus as claimed can
be used to make other and different products, or (2)
that the product as claimed can be made by another
and materiallv different apparatus.

Form Paragraph 8.19 may be used for restriction
requirements between apparatus and product made.

819 Apparatus and Product Made

Examiner Note:

Following is shown an Apparatus and Product Made situation.
(MPEP 806.05(g//.

fnventions {1] and 2] are related as apparatus and product made.
The inventions in this relationship are distinct if either or both of
the following can be shown: (1) that the apparatus as claimed is not
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an obvious apparatus for making the product and the apparatus can
be used for making a different product or (2) that the product as
claimed can be made by another and materially different apparatus
(MPEP 806.05(g)). In this case [3].

Examiner Note:

In bracket 3, use one or more of the following réasons:
1) the apparatus as claimed is not an obvious apparatus for making
the product and the apparatus as claimed can be used to make a dif-

Jerent product such as ® © *
2} the product can be made by a materially different apraratus such
as ® v @

806.05(h) Product and Process of Using

37 CFR 1.141. Different inventions in one application.

L3 L & € [

(b} A group of claims of different categories in an application so
linked as to form a single inventive concept are considered to be
cne invention. In particular any of the following groepings of
claims of different categories may be included in the same applica-
ticn:

{1} in addition to a claim for a given product,

& b e @ ©

(ii} & claim for one use of the said product, as where said use as
claimed cannot be practiced with another materially different prod-
uct; or

¢iit) both (@) and (ii);

B L & L 4 €

The words *“as where” in 37 CFR 1.141(b}1)ii)
should be read as “for example”. The one way dis-
tinctness set forth in the rule is illustrative and is not
limiting to the one illustration given. No change in
practice under this section was intended by the 1978
rule change.

A product and a process of using the product can
be shown to be distinct inventions if either or both of
the following can be shown: (1) the process for using
as claimed can be practiced with another materially
different product, or (2) the product as claimed can
be used in a materially different process of using.

Form Paragraph 8.20 may be used in restriction re-
guirements between the product and method of using.

&20  Product and Process of Using

Examiner Note:

Following is shown a Product and Process of Using the product situ-
ation. (MPEP 806.05(hk)).

Inventions [1] and {2] are related as product and process of use.
The v entions can be shown to be distinct if either or both of the
followi~g can be shown: (1) the process for using the product as
claimed can be practiced with another materially different product
or (23 the product as claimed can be used in a materially different
process of using that product (MPEP 806.05(h)). In the instant case
{3}

Examiner Note:

In bracket 3, use one or more of the following reasons:

1i the process as claimed can be practiced with another materially

different product such as * * *
2) the product as claimed can be used in a materially different proc-

ess suchas ® ® ¢

806.058(i)) Product, Process of Making, and Proc-
ess of Using—Product Claim Not Allowable

37 CFR 1.141. Different inventions in one application.

MANUAL OF PATENT EXAMINING PROCEDURE

(c) If the situation of paragraph (b){1) of this section exists where
claims to all three categories, product, process and use, are includ-
ed, and the product claims are not allowable, the use and process
claims are ot so linked as to form a single general inventive con-
cept. Where the process and use claims are not so joined by an al-
fowable linking product claim, the applicant will be required to
elect either the use or the process for prosecution with the product
claim.

Where an application contains claims to a product,
claims to a process specially adapted for the manutac-
tuer of the product, and claims to the process of using
the product wherein the use as claimed cannot be
practiced with another materially different product,
and the product claims are not allowable (they are
not novel or unobvious), restriction is proper between
the process of making and the process of using. In
such an instance, the applicant will be required to
elect either the use or process of making for prosecu-
tion with the product claim.

807 Patentability Report Practice Has No Effect
on Restriction Practice

Patentability report practice (§ 705), has no effect
upon, and does not modify in any way, the practice of
restriction, being designed merely to facilitate the
handling of cases in which restriction can not proper-
ly be required.

808 Reasons for Insisting Upon Restriction

Every requirement to restrict has two aspects, (1)
the reasons (as distinguished from the mere statement
of conclusion) why the inventions as claimed are
either independent or distinct, and (2) the reasons for
insisting upon restriction therebetween.

§08.01 Independent Inventions

Where the inventions claimed are independent, i.c.,
where they are not connected in design, operation or
effect under the disciosure of the particular applica-
tion under consideration (§ 806.04), the facts relied
upon for this conclusion are in essence the reasons for in-
sisting upon restriction. This situation, except for spe-
cies, is but rarely presented, since persons will seldom
file an application containing disclosures of independ-
ent things.

808.01(a) Species

Where there is no disclosure of relationship be-
tween species (see § 806.04(b)), they are independent
inventions and election of one following a require-
ment for restriction is mandatory even though appli-
cant disagrees with the examiner. There must be a
patentable difference between the species as claimed,
see § 806.04(h). Thus the reasons for insisting upon
election of one species, are the facts relied upon for
the conclusion that there are claims restricted respec-
tively to two or more patentably different species that
are disclosed in the application, and it is not necessary
to show a separate status in the art or separate classifi-
cation.

A single disclosed species must be elected as a pre-
requisite to applying the provisions of 37 CFR 1.141
to additional species if a generic claim is allowed.
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Even though the examiner rejects the generic
claims, and even though the applicant cancels the
same and thus admits that the genus is unpatentable,
where there is a relationship disclosed between spe-
cies such disclosed relation must be discussed and rea-
sons advanced leading to the conclusion that the dis-
closed relation does not prevent restriction, in order
to establish the propriety of restriction.

Election of species should not be required if the spe-
cies claimed are conmsidered clearly unpatentable (obvi-
ous) over each other. In making a requirement for re-
striction in an application claiming plural species, the
examiner should group together species considered
clearly unpatentable over each other, with the state-
ment that restriction as between those species is not
required.

Election of species should be required prior to a
search on the merits (1) in all applications containing
-claims to a plurality of species with no generic claims,
and (2) in all applications containing both species
claims and generic or Markush claims.

In all applications in which no species claims are
present and a generic claim recites such a multiplicity
of species that an unduly extensive and burdensome
search is required, a requirement for an election of
species should be made prior to a search of the gener-
ic claim.

In all national applications where a generic claim is
found allowable, the application should be treated as
indicated in §§ 809.02 (b), (c), or (e). If an election is
made pursuant to a telephone requirement, the next
action should include 2 full and complete action on
the elected species as well as on any generic claim

that may be present.

808.02 Related Inventions

Where, as disclosed in the application, the several
inventions claimed are related, and such related inven-
tions are not patentably distinct as claimed, restriction
under 35 U.S.C. 121 is never proper (§ 806.05). If ap-
plicant optionally restricts, double patenting may be
held.

Where the related inventions as claimed are shown
to be distinct under the criteria of §§ 806.05(c-i), the
examiner, in order to establish reasons for insisting
upon restriction, must show by appropriate explana-
tion one of the following:

(1) Separate classification thereof:

This shows that each distinct subject has attained
recognition in the art as a separate subject for inven-
tive effort, and also a separate field of search. Patents
-need not be cited to show separate classification.

(2) A separate status in the art when they are classi-
fiable together;

Even though they are classified together, as shown
by the appropriate explanation each subject can be
shown to have formed a separate subject for inventive
effort when an explanation indicates a recognition of
separate inventive effort by inventors. Separate status
in the art may be shown by citing patents which are
evidence of such separate status.

(3) A different field of search:

809.02(a)

Where it is necessary to search for one of the dis-
tinct subjects in places where no pertinent art to the
other subject exists, a different field of search is
shown, even though the two are classified together.
The indicated different field of search must in fact be
pertinent to the type of subject matter covered by the
claims. Patents need not be cited to show different
fields of search,

Where, however, the classification is the same and
the field of search is the same and there is no clear
indication of separate future classification and field of
search, no reasons exist for dividing among related in-
ventions.

809 Claims Linking Distinct Inventions

Where, upon examination of an application contain-
ing claims to distinct inventions, linking claims are
found, restriction can nevertheless be reguired. See
§ 809.03 for definition of linking claims.

A letter including only a restriction requirement or
a telephoned requirement to restrict (the latter being
encouraged) will be effected, specifying which claims
are considered linking. See §812.01 for telephone
practice in restriction requirements.

No art will be indicated for this type of linking
claim and no rejection of these claims made.

A 30-day shortened statutory period will be set for
response to a written requirement. Such action will
not be an “action on the merits” for the purpose of
the second action final program.

To be complete, a response to a requirement made
according to this section need only include a proper
election.

The linking claims must be examined with the in-
vention elected, and should any linking claim be al-
lowed, rejoinder of the divided inventions must be
permitted.

809.02 Generic Claim Linking Species

Under 37 CFR 1.141, an allowed generic claim may
link a reasonable number species embraced thereby.
The practice is stated in 37 CFR 1.146.

) 37 CFR 1.146. Election of species. In the first action on an applica-
tion containing a generic claim and claims restricted separately to
each' of more than one species embraced thereby, the examiner may
require the applicant in his response 1o that action to elect that spe-
cies of his or her invention to which his or her claim shall be re-
stn:icted if no generic claim is held allowable. However, if such ap-
plication contains claims directed to more than a reasonable number
of species, the examiner may require restriction of the claims to not
more than a reasonable number of species before taking further
action in the case.

809.02(a) Election Required

Where generic claims are present, the examiner
should send a letter including only a restriction re-
quirement or place a telephone requirement to restrict
(the latter being encouraged). See § 812.01 for tele-
phone practice in restriction requirements.

Action as follows should be taken:

(1) Identify generic claims or indicate that no ge-
neric claims are present. See § 806.04(d) for definition
of a generic claim.
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(2) Clearly identify each (or in aggravated cases at
least cxemplary ones) of the disclosed species, to
which claims are restricted. The species are preferably
identified as the species of figures 1, 2, and 3 or the
species of examples I, IT and III, respectively. In the
absence of distinct figures or examples to identify the
several species, the mechanical means, the particular
material, or other distinguishing characteristic of the
species should be stated for each species identified. If
the species cannot be more conveniently identified, the
claims may be grouped in accordance with the species
to which they are restricted.

(3) Applicant should then be required to elect a
single disclosed species under 35 U.S.C. 121, and ad-
vised as to the requisites of a complete response and
his rights under 37 CFR 1.141.

For generic claims, 2 search should not be made
and art should not be cited.

In national applications, a 30-day shortened statu-
tory pericd will be set for response when a written
requirement is made without an action on the merits.
This period may be extended under the provisions of
37 CFR 1.136(a). Such action will not be an “‘action
on the merits” for purpose of the second action final
programi.

To be complete, a response to a requirement made
according to this section need omly include a proper
election.

In those applications wherein a requirement for re-
striction is accompanied by an action on all claims,
such action will be considered to be an action on the
merits and the next action should be made final.

Examiners should use Form Paragraphs 8.01 or
8.02.

401  Election of Species

This application contains claims directed to the following paten-
tably distinct species of the claimed invention: [1].

Applicant is required under 35 U.S.C. 121 to elect a single dis-
closed species for prosecution on the merits to which the claims
shall be restricted if no generic claim is finally held to be allowable.
Currently, {2] generic.

Applicant is advised that a response to this requirement must in-
zlude an identification of the species that is elected consonant with
this requirement, and a fisting of alf claims readable thereon, includ-
ing any claims subsequently added. An argument that a generic
claim is allowable or that alf claims are generic is considered nonre-
sponsive unless accompanied by an election.

Upon the allowance of a generic claim, applicant will be entitled
o consideration of claims to additional species which are written in
dependent form or otherwise include all the limitations of an al-
iowed generic claim as provided by 37 CFR 1.141. If claims are
wdded after the election, applicant must indicate which are readable
upon the elected species. MPEP 809.02(a).

Should applicant traverse on the ground that the species are not
patentably distinct, applicant should submit evidence or identify
such evidence now of record showing the species to be obvious
variants or clearly admit on the record that this is the case. fn
either mstance, if the examiner finds one of the inventions anticipat-
ed by the prior art, the evidence or admission may be used in a
rejection under 35 U.S.C. 103 of the other invention,

Examiner Note:
In bracket 2, insert the appropriate generic claim information.

402 Election When Claims Are Not Restricted to Species
Claim [1] generic to a plurality of disclosed patentably distinct
spectes comprising {2]. Applicant is required under 35 U.S.C. 121 to

MANUAL OF PATENT EXAMINING PROCEDURE

elect a single disclosed species, even though this requirement is tra-
versed.

Should applicant traverse on the ground that the species are not
patentably distinct, applicant should submit evidence or identify
such evidence now of record showing the species to be obvious
variants or clearly admit on the record that this is the case. In
either instance, if the examiner finds one of the inventions anticipat-
ed by the prior art, the evidence or admission may be used in a
rejection under 35 U.S.C. 103 of the other invention.

Examiner Note:

This paragraph should be used for the election of species requirerment
described in MPEP 803 (Markush group) and 809.02(d) (burdensome
search necessary). In bracket {2] clearly identify the species from which
an election is to be made.

If claims are added after the election, applicant
must indicate which are readable on the elected spe-
cies.

It is necessary to (1) identify generic claims or state
that none are present, and (2) to clearly identify each
species involved.

809.02(b) Election Required—Generic Claim Al-
lowable

When a claim generic to two or more claimed spe-
cies is found to be allowable on the first or any subse-
quent action on the merits and election of a single spe-
cies has not been m.dc, applicant should be informed
that the claim is allowable and generic, and a require-
ment should be made that applicant elect a single spe-
cies embraced by the allowed genus unless the species
claims are all in the form required by 37 CFR 1.141
and no more than a reasonable number of species are
claimed. Substantially the following should be stated:

“Applicant is advised that his or her response to be complete
must include an identification of the single, disclosed species
within the allowed genus that he or she elects and a listing of all
claims readable thereupon. Applicant is entitled to consideration
of claims to a reasonable number of disclosed species in addtion
to the elected secies, which species he or she must identify and list
all claims restricted to each, provided all the claims to each addi-
tional species are written in dependent form or otherwise include

all the limitations of an allowed generic claim as provided by 37

CFR 1.141"

809.02(c) Action Following Electien

An examiner’s action subsequent to an election of
species should include a complete action on the merits
of all claims readable on the elected species.

(1) When the generic claims are rejected, all claims
not readable on the elected species should be treated
substantially as follows:

“Claims -—-———-—- are held to be withdrawn from further
consideration uder 37 CFR 1.142(b) as not readable on the elect-
ed species.”

(2) When a generic claim is subsequently found to
be allowable, and not more than a reasonable number
of additional species are claimed, treatment should be
as follows:

When any claim directed to one of said additional
species embraced by an allowed generic claim is not in
the required from, all claims to that species should be
held to be withdrawn from further consideration by
the examiner. The holding should be worded some-
what as follows:
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*“Claims —— directed to species are with-
drawn from further consideration in this case, since gll of the
claims to this species do not depend upon or otherwise include
all of the limitations of an allowed generic claim as required by
37 CFR 1.141.” ~
When the case is otherwise ready for issue, an addi-

tional paragrph worded as Form Paragraph 8.03
should be added to the holding.

8.03 In Condition for Allowance, Non-Elected Claims

This application is in condition for allowance except for the pres-
ence of claim [1] to an invention non-elected with traverse in Paper
no. [2]. APPLICANT IS GIVEN THIRTY DAYS FROM THE
DATE OF THIS LETTER TO CANCEL THE NOTED
CLAIMS OR TAKE OTHER APPROPRIATE ACTION (37
CFR 1.144). Failure to take action during this period will be treat-
ed as authorization to cancel the noted claims by Examiner's
Amendment and pass the case to issue. Extensions of time under 37
CFR 1.136(a) will not be permitted since this application will be

passed to issue.

The prosecution of this case is closed except for consideration of
the above matter.

Claims directed to species not embraced by an al-
lowed generic claim should be treated as follows:

“Claims —— are for species not embraced by allowed

generic claims as required by 37 CFR 1.141 and are

withdrawn from further consideration in this case, 37 CFR

1.142(b)."
809.02(d) No Species Claims

Where only generic claims are presented no restric-
tion can be required except in those cases where the
generic claims recite such a multiplicity of species
that an unduly extensive and burdensome search is
necessacy. See § 808.01(a). If after an action on only
generic claims with no restriction requirement, appli-
cant presents species claims to more than one species
of the invention he or she must at that time indicate
an election of a single species.

809.02(e) Generic Claim Allowable in Substance

Whenever a generic claim is found to be allowable
in substance, even though it is objected to or rejected
on merely formal grounds, action on the species
claims shall thereupon be given as if the generic claim

were allowed.
The treatment of the case should be as indicated in

§8 809.02 (b), (c), or (d).
809.03 Linking Claims

There are a number of situations which arise in
which an application has claims to two or more prop-
erly divisible inventions, so that a requirement to re-
strict the application to one would be proper, but pre-
sented in the same case are one or more claims (gen-
erally called “linking” claims) inseparable therefrom
and thus linking together the inventions otherwise di-
visible.

The most common types of linking claims which, if
allowed, act to prevent restriction between inventions
that can otherwise be shown to be divisible, are:

Genus claims linking species claims.

A claim to the necessary process of making a prod-
uct linking proper process and product claims.

A claim to ““means” for practicing a process linking
proper apparatus and process claims.

810.02

A claim to the product linking a process of making
and a use (process of using). Where linking claims
exist, a letter including a restriction requirement only
or a telephoned requirement to restrict (the latter
being encouraged) will be effected, specifying which
claims are considered to be linking. Note Form Para-
graph 8.12

8.12 Restriction, Linking Claims
Claim [1] link(s) inventions [2] and {3].

For traverse of rejection of linking claim in national
applications see § 818.03(d).

809.04 Retention of Claims to Non-Elected In-
vention

Where the requirement for restriction in a national
application is predicated upon the non-allowability of
generic or other type of linking claims, applicant is
entitled to retain in the case claims to the non-elected
invention or inventions.

If a linking claim is allowed, the examiner must
thereafter examine species if the linking claim is ge-
neric thereto, or he or she must examine the claims to
the non-elected inventions that are linked to the elect-
ed invention by such allowed linking claim.

When a final requirement is contingent on the non-
allowability of the linking claims, applicant may peti-
tion from the requirement under 37 CFR 1.144 with-
out waiting for a final action on the merits of the link-
ing claims; or applicant may defer his petition until
the linking claims have been finally rejected, but not
later than appeal. 37 CFR 1.144, § 818.03(c).

810 Action on the Merits

In general, in a national application when a require-
ment to restrict is made, no action on the merits is
given.

810.01 Not Objectionable When Coupled With
Requirement

A basic policy of the present examining program is
that the second action on the merits should be made
final whenever proper, § 706.07(a). In those applica-
tions wherein a requirement for restriction or election
is accompanied by a complete action on the merits of
all the claims, such action will be considered to be an
action on the merits and the next action by the exam-
iner should be made final. When preparing a final
action in an application where applicant has traversed
the restriction requirement, see § 821.01.

Although an action on the merits is not necessary
to a requirement, it is not objectionable, Ex parte
Lantzke, 1910 C.D>. 100, 156 O.G. 257.

However, except as noted in § 809 and § 812.01, if
an action is given on the merits, it must be given on all
claims.

810.02 Usually Deferred
The Office policy is to defer action on the merits
until after the requirement for restriction is complied

with, withdrawn or made final.
Ex parte Pickles, 1904 C.D. 126, 109 O.G. 1888
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Ex parte Snyder, 1904 C.D. 242, 110 O.G. 2636
Ex parte Weston, 1911 C.D. 218, 173 O.G. 285

810.03 Given on Elected Invention When Re-
guirement Is Made Final ,

37 CFR 1.143 last sentence states: “If the require-
ment is repeated and made final, the examiner will at
the same-time act on the claims to the invention elect-
ed.” Thus, action is ordinarily given on the elected in-
vention in the action making the requirement final.

811 Time for Making Requirement

37 CFR 1.142(a), 2nd sentence: “If the distinctness
and independence of the invention be clear, such re-
quirement (i.e. election of the invention to be claimed
as required by Ist sentence) will be made before any
action upon the merits; however, it may be made at
any time before final action in the case, at the discre-
tion of the examiner.”

This means, make a proper requirement as early as
possible in the prosecution, in the first action if possi-
ble, otherwise as scon as a proper requirement devel-
ops.

811.02 Even After Compliance With Preceding
Reguirement

Since the rule provides that restriction is proper at
any stage of prosecution up to final action, 2 second
requirement may be made when it becomes proper,
even though there was a prior requirement with
which applicant complied: Ex parte Benke, 1904 C.D.
63, 108 O.G. 1588.

811.03 Repeating After Withdrawal—Proper

Where a requirement to restrict is made and with-
drawn, because improper, when it becomes proper at
a later stage in the prosecution, restriction may again
be required.

811.04 Proper Even Though Grouped Together
in Parent Case

Even though inventions are grouped together in a
requirement in a parent case, restriction there among
may be required in the divisional case if proper.

812 Who Should Make the Requirement

The requirement should be made by an examiner
who would examine at least one of the inventions.

An examiner should not require restriction in an ap-
plication none of the claimed subject matter of which
is classifiable in his or her group. Such an application
should be transferred to a group to which at least
some of the subject matter belongs.

81201 Telephone Restriction Practice

If an examiner determines that a requirement for re-
striction should be made in an application, the exam-
iner should formulate a draft of such restriction re-
guirement including an indication of those claims con-
sidered to be linking or generic. No search or rejec-
tion of the linking claims should be made. Thereupon,
the examiner should telephone the attorney of record
and request an oral election, with or without traverse
if desired, after the attorney has had time to consider

MANUAL OF PATENT EXAMINING PROCEDURE

the restriction requirement. The examiner should ar-
range for a second telephone call within a reasonable
time, generally within three working days. If the at-
torney objects to making an oral election, or fails to
respond, the usual restriction letter will be mail, and
this ietter should NOT contain any reference to the
unsuccessful telephone call. See §§ 809 and 809.0%(z).

When an oral election is made, the examiner will
then proceed to incorporate into the Office action a
formal restriction requirement including the date of
the election, the attorney’s name, and a complete
record of the telephone interview, followed by a com-
plete action on the elected claims including linking or
generic claims if present.

Form Paragraph 8.23 should be used to make a
telephone election of record.

823 Requirement, When Elected by Telephone

During a telephone conversation with [1] or [2] a provisional
election was made [3] traverse to prosecute the invention of [4],
claim [5). Affirmation of this election must be made by applicant in
responding to this Office action. Claim [6] withdrawn from further
consideration by the Examiner, 37 CFR 1.142(b), as being drawn to
a non-elected invention.

Examiner Note:

1) In bracket 3. insert with, without, whichever is applicable.
2) In bracket 4, insert either the elected group or species.

3) An action on the merits of the claims should follow.

If on examination the examiner finds the elected
claims to be allowable and no traverse was made, the
letter should be written on PTOL-37 (Examiner’s
Amendment) and should include cancellation of the
not-elected claims, a statement that the prosecution is
closed and that a notice of allowance will be sent in
due course. Correction of formal matters in the
above-noted situation which cannot be handled by a
telephone call and thus requires action by the appli-
cant should be handled under the Ex parte Quayle
practice, using PTOL-326.

Should the elected claims be found allowable in the
first action, and an oral traverse was noted, the exam-
iner should include in his or her action a statement
under § 821.01, making the restriction final and giving
applicant one month to either cancel the non-elected
claims or take other appropriate action (37 CFR
1.144). Failure to take action will be treated as an au-
thorization to cancel the non-elected claims by a ex-
aminer’s amendment and pass the case to issue. Pros-
ecution of this application is otherwise closed.

In either situation (traverse or no traverse), caution
should be exercised to determine if any of the allowed
claims are linking or generic before cancelling the
non-elected claims.

Where the respective inventions are located in dif-
ferent groups the requirement for restriction should
be made only after consultation with and approval by
all groups involved. If an oral election would cause
the application to be examined in another group, the
initiating group should transfer the application with a
signed memorandum of the restriction requirement
and a record of the interview. The receiving group
will incorporate the substance of this memorandum in
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its official letter as indicated above. Differences as to
restriction should be settled by the existing chain of
command, e.g. supervisory primary examiner or
group director.

This practice is limited to use by examiners who
have at least negotiation authority. QOther examiners
must have the prior approval of their supervisory pri-
mary examiner.

814 Indicate Exactly How Application Is To Be
Restricted

A. Species. The mode of indicating how to require
restriction between species is set forth in § 809.02(a).

As pointed out in Ex parte Ljungstrom, 1905 C.D.
541, 119 O.G. 2335, the particular limitations in the
claims and the reasons why such limitations are con-
sidered to restrict the claims to a particular disclosed
species should be mentioned if necessary to make the
requirement clear.

B. Inventions other than species. It is necessary to
read all of the claims in order to determine what the
claims cover. When doing this, the claims directed to
each separate subject should be noted along with a
statement of the subject matter to which they are
drawnt.

This is the best way to most clearly and precisely
indicate to applicant how the application should be
restricted. It consists in identifying each separate sub-
ject amongst which restriction is required, and group-
ing each claim with its subject.

The separate inventions should be identified by a
grouping of the claims with a short description of the
total extent of the invention claimed in each group,
specifying the type or relationship of each group as
by stating the group is drawn to a process, or to a
subcombination, or to a product, etc., and should indi-
cate the classification or separate status of each group,
as for example, by class and subclass.

While every claim should be accounted for, the
omission to group a claim, or placing a claim in the
wrong group will not affect the propriety of a final
requirement where the requirement is otherwise
proper and the correct disposition of the omitted or
erroneously grouped claim is clear.

C. Linking claims. The generic or other linking
claims should not be associated with any one of the
linked inventions since such claims must be examined
with any one of the linked inventions that may be
elected. This fact should be clearly stated.

815 Make Requirement Complete

When making a requirement every effort should be
made to have the requirement complete. If some of
the claimed inventions are classifiable in another art
unit and the examiner has any doubt as to the proper
line among the same, the application should be re-
ferred to the examiner of the other art unit for infor-
mation on that point and such examiner should render
the necessary assistance.

816 Give Reasons for Holding of Independence
or Distinctness

The particular reasons relied upon by the examiner
for holding that the inventions as claimed are either
independent or distinct, should be concisely stated. A
mere statement of conclusion is inadequate. The rea-
sons upon which the conclusion is based should be
given.

For example, relative to combination and a subcom-
bination thereof, the examiner should point out the
reasons why he or she considers the subcombination
to have utility by itself or in other combinations, and
why he or she considers that the combination as
claimed does not rely upon the subcombination as its
essential distinguishing part.

Each other relationship of claimed invention should
be similarly treated and the reasons for the conclu-
sions of distinctness of invention as claimed set forth.

The separate inventions should be identified by a
grouping of the claims with a short description of the
total extent of the invention claimed in each group,
specifying the type or relationship of each group as
by stating the group is drawn to a process, or to sub-
combination, or to product, etc., and should indicate
the classification or separate status of each group, as
for example, by class and subclass. See § 809.

Note Form Paragraph 8.13.

8,13 Separateness and Distinciness (Heading)

The inventions are separate and distinct, each from the other be-
cause of the following rcasons:

Engtructions:

Following are various relationships of inventions to show distinciness
and separateness. Form paragraphs 8.14 10 8.20.

817 Qutline of Letter for Restriction Require-
ment between Distinct Inventions

The statement in §§ 809.02 through 809.02(d) is ade-
quate indication of the form of letter when election of
species is required.

No outline of a letter is given for other types of in-
dependent inventions since they rarely occur.

The following outline of a letter for a requirement
to restrict is intended to cover every type of original
restriction requirement between related inventions in-
cluding those having linking claims.

QUTLINE OF LETTER

A. Statement of the requirement to restrict and that it
is being made under 35 U.S.C. 121
Identify each group by Roman numeral
List claims in each group

Check accuracy of numbering
Look for same claims in two groups
Look for omitted claims

Give short description of toial extent of the subject
matter claimed in each group.
Point out critical claims of different scope
Identify whether combination, subcombination,
process, apparatus or product
Classify each group
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Form Paragraphs 8.08-8.11 should be used to group
inventions. v

8.08 Restriction, 2 Groupings

Restriction to one of the following inventions is required under
I5USC 121

L Claim [1], drawn to {2}, classified in Class [3], subclass [4].

II. Claim [5), drawn to [6], classified in Class (7], subclass [8].

8.09 Restriction, 3rd Groupings
IIL. Claim [1], drawn to [2], classified in Class {3), subclass [4).

8.10 Restriction, 4th Groupings
IV. Claim [1), drawn to [2}, classified in Class [3], subclass [4).

811 Restriction, Additional Groupings
{1] Claim [2], drawn to [3), classified in Class [4}, subclass {5).

B. Take into account clzims not grouped, indicating
their disposition.
Linking claims
Indicate—({make no action)
Statement of groups to which linking claims may be
assigned for examination
Other ungrouped claims.
Indicate disposition e.g., previously nonelected,
nonstatutory, canceled, etc.
C. Allegation of distinctness
Point out faces which show distinctness
Treat the inventions as claimed, don’t merely state
your conclusion that inventions in fact are
distinct
(1) Subcombination—(Subcombination (disclosed)
as usable together)
Each usable alone or in other identified combination
Demonstrate by examiner’s suggestion
(2) Combination—Subcombination
Combination as claimed does not require subcom-
bination
AND
Subcombination usable alone or in other combina-
tion
Demonstrate by examiner’s suggestion
(3) Process—Apparatus
Process can be carried out by hand or by other ap-
paratus
Demonstrate by examiner’s suggestion
OR
Demonstrate apparatus can be used in other process
(rare).
(4) Process of making and/or Apparatus—Product
Demonstrate claimed product can be made by other
process (or apparatus)
By examiner’s suggestion
OR
Process of making (or apparatus) can produce other
product (rare)
D. Allegation of reasons for insisting upon restriction
Separate status in the art
Different classification
Same classification but recognition of divergent
subject matter
Divergent fields of search
Search required for one group not required for the
other

E. Summary statément
Summarize (1) distinctness and (2) reasons for insist-
ing upon restriction, if applicable.
Include paragraph advising as to response required.
Indicate effect of allowances of linking claims, if
any present.
Indicate effect of cancellation or non-allowance of
evidence claims (see § 806.05(c)).
Form Paragraph 8.21 must be used at the conclu-
sion of each restriction requirement.

8.21 Conclusion to All Restriction Requirements

Examiner Note: -

THIS PARAGRAPH MUST BE ADDED AS A CONCLUSION
TO ALL RESTRICTION REQUIREMENTS employing any of
Jorm paragraphs 8 14 to 8,20,

Because these inventions are distinct for the reasons given above
and [1] restriction for examination purposes as indicated is proper.
Examiner Note:

In the bracket insert by writing one or more of the following reasons:

1) have acquired a separate status in the art as shown by their differ-
ent classification,

2) have acquired a separate status in the art because of their recog-
nized divergent subject matter.

3) the szarchs required for Group [ | is not required for Group [ ].

818 Election and Response

Election is the designation of the particular one of
two or more disclosed inventions that will be pros-
ecuted in the application.

A response is the reply to each point raised by the
examiner’s action, and may include a traverse or com-
pliance.

A traverse of a requirement to restrict is a state-
ment of the reasons upon which the applicant relies
for his conclusion that the requirement is in error.

To be complete, a response to a requirement which
merely specifies the linking claims need only include a
proper election.

Where a rejection or objection is included with a
restricticn; requirement, applicant, besides making a
proper election must also distinctly and specifically
point out the supposed errors in the examiner’s rejec-
tion or objection. Sze 37 CFR 1.111.

818.01 Election Fixed by Action on Claims

Election becomes fixed when the claims in an appli-
cation have received an action on their merits by the
Office.

818.02 Election Other Than Express

Election may be made in other ways than expressly
in response to a requirement.

818.02(a) By Originally Presented Claims

Where claims to another invention are properly
added and entered in the case before an action is
given, they are treated as original claims for purposes
of restriction only.

The claims originally presented and acted upon by
the Office on their merits determine the invention
elected by an applicant, and subsequently presented
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claims to an invention other than that acted upon
should be treated as provided in § 821.03.

818.02(b) Generic Claims Only—No Election of
Species

Where only generic claims are first presented and
prosecuted in an application in which no election of a
single invention has been made, and applicant later
presents species claims to more than one species of
the invention he or she must at that time indicate an
election of a single species. The practice of requiring
election of species in cases with only generic claims
of the unduly extensive and burdensome search type
is set forth in § 808.01(a).

818.02(c) By Optional Cancellation of Claims

Where applicant is claiming two or more inventions
(which may be species or various types of related in-
ventions) and as a result of action on the claims he or
she cancels the claims to one or more of such inven-
tions, leaving claims to one invention, and such claims
are acted upon by the examiner, the claimed invention
thus acted upon is elected.

818.03 Express Election and Traverse

37 CFR 1.143. Reconsideration of requirement. If the applicant dis-
agrees with the requirement for restriction, he may request recon-
sideration and withdrawal or modification of the requirement,
giving the reasons therefor (see § 1.111). In requesting reconsider-
ation the applicant must indicate a provisional election of one in-
vention for prosecution. which invention shall be the one elected in
the event the requirement becomes final. The requirement for re-
striction will be reconsidered on such a request. If the requirement
is repeated and made final, the examiner will at the same time act
on the claims to the invention elected.

Election in response to a requirement may be made
either with or without an accompanying traverse of
the requirement.

818.03(a) Response Must Be Complete

As shown by the first sentence of 37 CFR 1.143 the
traverse to a requirement must be complete as re-
quired by 37 CFR 1.111(b) which reads in part: “In
order to be enmtitled to reconsideration or further ex-
amination, the applicant or patent owner must make re-
quest therefor in writing. The reply by the applicant or
patent owner must distinctly and specifically point out
the supposed errors in the examiner’s action and must
respond to every ground of objection and rejection in
the prior Office action. . . . The applicant’s or patent
owner's reply must appear throughout to be a bona fide
attempt to advance the case to final action. . . .*

Under this rule, the applicant is required to specifi-
cally point out the reasons on which he or she bases
his or her conclusions that a requirement to restrict is
in error. A mere broad allegation that the requirement
is in error does not comply with the requirement of
§1.111, Thus the required provisional election (See
§ 818.03(b})) becomes an election without traverse,
818.03(by Must Elect, Even When Requirement

Is Traversed

As noted in the second sentence of 37 CFR 1.143, a
provisional efection must be made even though the re-
guirement is traversed.

All requirements should include Form Paragraph
8.22.

8.22 Reguirement, Election, Mailed

Applicant is advised that the response to this requirement to be com-
plete must include an election of the invention to be examined even
though the requirement be traversed.

Examiner Note:

This paragraph can be used in Office actions with or without an
action on the merits.

818.03(c) Must Traverse To Preserve Right of
Petition

37 CFR 1.144. Petition from reguirement for restriction. After a
final requirement for restriction, the applicant, in addition to
making any response due on the remainder of the action, may peti-
tion the Commissioner to review the requirement. Petition may be
deferred until after final action on or allowance of claims to the in-
vention elected, but must be filed not later than appeal. A petition
will not be considered if reconsideration of the requirement was not
requested. (See § 1.181.)

818.03(d) Traverse of Non-Allowance of Linking
Claims

A traverse of the non-allowance of the linking
claims is not a traverse of the requirement to restrict;
it is a traverse of a holding of non-allowance.

Election combined with a traverse of the non-al-
lowance of the linking claims only is an agreement
with the position taken by the Office that restriction
is proper if the linking type claim is not allowable and
improper if they are allowable. If the Office allows
such a claim it is bound to withdraw the requirement
and to act on all linked inventions. But once all linking
claims are canceled 37 CFR 1.144 would not apply,
since the record would be one of agreement us to the
propriety of restriction.

Where, however, there is a traverse on the ground
that there is some relationship (other than and in addi-
tion to the linking type claim) that also prevents re-
striction, the merits of the requirement are contested and
not admitted. Assume a particular situation of process
and product made where the claim held linking is a
claim to product limited by the process of making it.
The traverse may set forth particular reasons justify-
ing the conclusion that restriction is improper since
the process necessarily makes the product and that
there is no other present known process by which the
product can be made. If restriction is made final in
spite of such traverse, the right to petition is pre-
served even though all linking claims are canceled.

818.03(ec) Applicant Must Make Own Election

Applicant must make his or her own election. The
examiner will not make the election for the applicant,
37 CFR 1.142, 37 CFR 1.143, second sentence.

819 Office Generally Does Not Permit Shift

The general policy of the Office is not to permit
the applicant to shift to claiming another invention
after an election is once made and action given on the
elected subject matter. When claims are presented
which the examiner holds are drawn to an invention
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other than elected he should treat the claims as out-
lined in § 821.03.

Where the inventions are distinct and of such a
nature that the Office compels restriction, an election
is not waived even though the examiner gives action
upon the patentability of the claims to the non-elected
invention: Ex parte Loewenbach, 1904 C.D. 170, 110
0.G. 857; and In re Waugh, 1943 C.D. 411, 553 O.G.
3 (CCPA).

819.01 Office May Waive Election and Permit
Shift

While applicant, as a matter of right, may not shift
from claiming one invention to claiming another, the
Office is not precluded from permitting a shift. It may
do so where the shift results in no additional work or
expense, and particularly where the shift reduces
work as by simplifying the issues: Ex parte Heritage
Pat. No. 2,375,414 decided January 26, 1944. If the
examiner has accepted a shift from claiming one in-
vention to claiming another, the case is not aban-
doned: Meden v. Curtis, 1905 C.D. 272, 117 O.G.
1795,

820 Not an Election; Permissible Shift

Where the Office rejects on the ground that the
process is obvious, the only invention being in the
product made, presenting claims to the product is not
a shift: Ex parte Trevette, 1901 C.D. 170, 97 O.G.
1173.

Product elected—no shift where examiner holds in-
vention to be in process: Ex parte Grier, 1923 C.D.
27, 309 O.G. 223.

Genus allowed, applicant may prosecute a reason-
able number of additional species thereunder, in ac-
cordance with 37 CFR 1.141, this not constituting a
shift: Ex parte Sharp et al., Patent No. 2,232,739.

82001 Old Combination Claimed—Not an Elec-
tion

Where an application originally presents claims to a
combination (AB), the examiner holding the novelty
if any, to reside in the subcombination (B) per se only
(see § 806.05(b)), and these claims are rejected on the
ground of “old combination,” subsequently presented
claims to subcombination (B) of the originally claimed
combination should not be rejected on the ground of
previous election of the combination, nor should this
rejection be applied to such combination claims if
they are reasserted. Ex parte Donnell, 1923 C.D. 54.
Final rejection of the reasserted “old combination”
claims is the action that should be taken. The combi-
nation and subcombination as defined by the claims
under this special situation are not for distinct inven-
tions. (See § 806.05(c).) See also § 706.03()).
820.02 Interference Issues—Not an Election

Where an interference is instituted prior to an appli-
cant’s election, the subject matter of the interference
issues is not elected. An applicant may, after the ter-
mination of the interference, elect any one of the in-
ventions that he claimed.

MANUAL OF PATENT EXAMINING PROCEDURE

821 Treatment of Claims Held to be Drawn to
Non-Elected Inventions

Claims held to be drawn to non-elected inventions,
including claims to non-clected species, are treated as
indicated in §§ 821.01 through 821.03. However, for
treatment of claims held to be drawn to species ncn-
elected without traverse in applications not ready for
issue (where such holding is not challenged), see
§§ 809.02(c) through 809.02(e).

The propriety of a requirement to restrict, if tra-
versed, is reviewable by petition under 37 CFR 1.144,
In re Hengehold, 169 USPQ 473.

All claims that the examiner holds are not directed
tc the elected subject matter should be withdrawn
from further consideration by the examiner as set
forth in § 809.02(c) and §§ 821.01 through 821.03. As
to one or more of such claims the applicant may tra-
verse the examiner’s holding that they are not direct-
ed to the elected subject matter. The propriety of this
holding, if traversed, is appealable. Thus, if the exam-
iner adheres to his or her position after such traverse,
he or she should reject the claims to which the tra-
verse applies on the ground that they are not directed
to the elected subject matter.

821,01 After Election With Traverse

Where the initial requirement is traversed, it should
be reconsidered. If, upon reconsideration, the examin-
er is still of the opinion that restriction is proper, it
should be repeated and make final the requirement in
the next Office action. (See § 803.01.) In doing so, the
examiner should reply to the reasons or argument ad-
vanced by applicant in the traverse. Form Paragraph
8.25 should be used to make a restriction requirement
final.

8.25 d4nswer to Arguments With Traverse

Applicant’s election with traverse of {1] in Paper No. [2] is ac-
knowledged. Applicant’s argument is not deemed persuasive be-
cause {3].

The requirement is still deemed to be proper and is therefore
made FINAL.

If the examiner, upon reconsideration, is of the
opimnion that the requirement for restriction is improp-
er he or she should state in the next Office action that
the requirement for restriction is withdrawn and give
an action on all the claims. '

If the requirement is repeated and made final, in
that and in each subsequent action, the claims to the
nonelected invention should be treated by using Form
Paragraph 8.05.

805 Claims Stand Withdrawn With Traverse

Claim {1) withdrawn from further consideration by the examiner,
37 CFR 1.142(b), as being drawn to a non-elected (2], the require-
ment having been traversed in Paper No. 3]

Exzaminer Note:
In bracker 2, insert invention or species.
This will show that applicant has retained the right

to petition from the requirement under 37 CFR 1.144.
(See § 818.03(c).)
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When the case is otherwise ready for issue, and has
not received a final action, the examiner should treat
the case by wusing Form Paragraph 8.03. See
§ 809.02(c).

When preparing a final action in an application
where there has been a traversal of a requirement for
restriction, the examiner should indicate in the Office
action that a complete response must include cancella-
tion of the claims drawn to the non-elected invention,
or other appropriate action (37 CFR 1.144). See Form
Paragraph 8.24.

8.24 Response to Final 8Must Include Cancellation

This application contains claim {1] drawn to an invention non-
elected with traverse in Paper No. {2]. A complete response to the
final rejection must include cancellation of non-elected claims or
other appropriate action (37 CFR 1.144) MPEP 821.01.

Examiner Note:

For use in FINAL rejections of applications containing claim(s)
non-elected with traverse.

Where a response to a final action has otherwise
placed the application in condition for allowance, the
failure to cancel claims drawn to the non-elected in-
vention or to take appropriate action will be con-
strued as authorization to cancel these claims by ex-
aminer’s amendment and pass the case to issue after
the expiration of the period for response.

Note that the petition under 37 CFR 1.144 must be
filed “not later than appeal”. This is construed to
mean appeal to the Board of Appeals. If the case is
ready for allowance after appeal and no petition has
been filed, the examiner should simply cancel the non-
elected claims by examiner’s amendment, calling at-
tention to the provisions of 37 CFR 1.144.

821.02 After Election Without Traverse

Where the initial requirement is not traversed, if ad-
hered to, appropriate action should be given on the
elected claims and the claims to the nonelected inven-
tion should be treated by using Form Paragraph 8.06.

8.06 Claims Stand Withdrawn Withoue Traverse

Claim [1] withdrawn from further consideration by the examiner,
37 CFR 1.142(b} as being drawn to 2 nonelected [2]. Election was
made without traverse in Paper No. {3].

Examiner Note:
In bracket 2, insers invention or species.

This will show that applicant has rot retained the
right to petition from the requirement under 37 CFR
i.144.

Under these circumstances, when the case is other-
wise ready for issue, the claims to the nonelected in-
vention, including nonelected species, may be can-
celed by an examiner’s amendment, and the case
passed for issue. The examiner’s amendment should
include Form Paragraph 8.07.

807 Ready for Allowance Without Traverse

This application is in condition for allowance except for the pres-
ence of claim [1] 1o [2] nonelected without traverse. Accordingly.
claim [3] been cancelled.

Examiner Note:
In bracket 2, insert either an invention or species,

821.03 Claims for Different Invention Added
After an Dffice Action

Claims added by amendment following action by
the examiner, §§ 818.01, 818.02(a), to an invantion
other than previously claimed, should be treated as in-
dicated by 37 CFR 1.145.

37 CFR 1.145. Subseguent presentation of claims for different inver-
tion. If, after an Office action on an application, the applicant pre-
sents claims directed to an invention distinct from and independent
of the invention previously claimed, the applicant will be required
to restrict the claims to the invention previously claimed if the
amendment is entered, subject to reconsideration and review ss
provided in §§ 1.143 and 1.144.

The action should include Form Paragraph 8.04.

8.04 Election by Original Presentation

Newly submitted cleim {1} directed to an invention that is inde-
pendent or distinct from the invention originally claimed for the
following reasons: {2].

Since applicant has received an action on the merits for the origi-
nally presented invention, this invention has been constructively
elected by original presentation for prosecution on the merits. Ac-
cordingly, claim {3) withdrawn from consideration as being direct-
ed to a non-elected invention. See 37 CFR 1.142(b) and MPEP
821.03.

Of course, a complete action on all claims to the
elected invention should be given.

Note that the above practice is intended to have no
effect on the practice stated in § 1101.01.

An amendment canceling all claims drawn to the
elected invention and presenting only claims drawn to
the non-elected invention should not be entered. Such
an amendment is non-responsive. Applicant should be
notified by using Form Paragraph 8.26.

8.26 Cancelled Elected Claims, Non-Responsive

The amendment filed on {1] cancelling all claims drawn to the
elected invention and presenting only claims drawn to a non-elect-
ed invention is non-responsive, (MPEP 821.03). The remaining
claims are not readable on the elected invention because [2]. Apph-
cant is given a one month time limit or until the expiration of the
response period set in the last Office action, whichever is ionger, to
complete the response. No extension of this time limit will be grant-
ed under either 37 CFR 1.136 (a) or (b) but the period for response
set in the last Office action may be extended up to a maximum of 6
months.

822 C(laims to Inventions That Are Not Distinct
in Plural Applications of Same Inventive
Entity

The treatment of plural applications of the same in-
ventive entity, none of which has become a patent, is
treated in 37 CFR 1.78(b) as follows:

{b) Where two or more applications filed by the same applicant
contain conflicting claims, elimination of such claims from all but
one application may be required in the absence of good and suffi-
cient reason for their retention during pendency in more than one
application.

See § 304 for conflicting subject matter in two ap-
plications, same inventive entity, one assigned.

See §§305 and 804.03 for conflicting subject
matter, different inventors, common ownership.
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See §§ 706.03(k) for rejection of one claim on an-
other in the same application. '

See §§ 706.03(w) and 706.07(b) for res judicata.

See §§ 709.01 for one application in interference.

See §§ 806.04(h) to 806.04(j) for species and genus
in separate applications.

Wherever appropriate, such conflicting applications
should be joined. This is particularly true, where the
two or more applications are due to, and consonant
with, a requirement to restrict which the examiner
now considers to be improper.

Form Paragraph 8.29 should be used when the con-
flicting claims are identical or conceded by applicant
to be not patentably distinct. :

8.29 Conflicting Claims, Copending Applications

Claim {1] of this application conflict with claim {2} of application
Serial Number [3]. 37 CFR 1.78(b) provides that where two or
more applications filed by the same applicant contain conflicting
claims, elimination of such claims from all but one application may
be required in the absence of good and sufficient reason for their
retention during pendency in more than one application. Applicant
is required to either cancel the conflicting claims from all but one
application or maintain 2 clear line of demarcation between the ap-
plications. See MPEP 822.

Examiner Note:

This paragraph is appropriate when the conflicting ciairs are identi-
cal or conceded by applicant to be not patentably distinc:.

82201 Co-pending Before the Examiner

Under 37 CFR 1.78(b) the practice relative to over-
lapping claims in applications copending before the
examiner (and not the result of and consonant with a
requirement to restrict, for which see § 804.01), is as
follows:

Where claims in one application are unpatentable
over claims of another application of the same inven-
tive entity because they recite the same invention, a
complete examination should be made of the claims of
one application. The claims of the other appiication
may be rejected on the claims of the one examined,
whether the claims of the one examined are allowed or
not.

In aggravated situations no other rejection need be
entered on the claims held unpatentable over the
claims of the other application. However, any addi-
tional claims in the one application that are not reject-
ed on the claims of the other should be fully treated.

823 Unity of Invention Under the Patent Coop-
eration Treaty
See § 802 for text of PCT Article 17 and PCT Rule
i3.

37 CFR 1.481. Determination of unity of invention before the Interna-
tional Searching Authority.

(2) Before establishing the international search report. the Inter-
national Searching Authority shall determine whether the interna-
tional application complies with the requirement of unity of inven-
tion as set forth in PCT Rule 13 and as set forth in §§ 1.141 and
1.146 except as modified below in this section.

(b) If the International Searching Authority considers that the in-
ternational application does not comply with the requirement of
unity of invention, it shall inform the applicant accordingly and
invite the payment of additional fees (note § 1.445 and PCT Art.
17(3Ka) and PCT Rule 40). The applicant will be given 2 time
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period in accordance with PCT Rule 40.3 to pay the additional fees
due. . : )

{c) In the case of non-compliance with unity of invention and
where no additional fees are paid, the international search will be
performed on the inven:ion first mentioned (“main invention™) in
the clairns. ‘

(@) Lack of unity of invention may be directly evident before
considering the claims in relation to any prior art, or after taking
the prior art into consideration, as where a document discovered
during the search shows the invention claimed in a generic or link-
ing claim lacks novelty or is clearly obvious, leaving two or more
claims joined thereby without a common inventive concept. In
such a case the International Searching Authority may raise the ob-
jection of lack of unity of invention.

37 CFR 1.482. Protest 1o lack of unity of invention.

(a) If the applicant disagrees with the holding of lack of unity of
invention by the International Searching Authority, additional fees
may be paid under protest, accompanied by a request for refund
and a statement setting forth reasons for disagresment or why the
required additional fees are considered excessive, or both (PCT
Rule 40.2)).

(b) Protest under paragraph (c) of this section will be examined
by the Commissioner or the Commissioner’s designee. In the event
that the applicant’s protest is determined to be justified, the addi-
tional fees or a portion thereof will be refunded.

(©) An epplicant who desires that a copy of the protest and the
decision thereon accompany the international search report when
forwarded to the Designated Offices, may notify the International
Searching Authority to that effect any time prior to the issuance of
the international search report. Thereafter, such notification should
be directed to the International Bureau (PCT Rule 40.2(c)).

GUIDELINES FOR CHECKING UNITY OF INVENTION
UNDER THE PCT

The international application shall relate to one in-
vention only or to a group of inventions so linked as
to form a single general inventive concept (PCT Rule
13.1). If the International Searching Authority consid-
ers that the international application does not comply
with the reguirement of unity of invention, it must
search, and draw up the international search report
for, those parts of the international application which
relate to the invention (or group of inventions form-
ing unity) first mentioned in the claims and those
parts of the international application which relate to
inventions for which additional fees have been paid
(PCT: Article 17(3)(a)).

The International Searching Authority will inform
the applicant of the lack of unity of invention by a
communication, proceeding the issue of the interna-
tional} search report, which will contain an invitation
to pay additional fees. This invitation must specify the
reasons for which the international application is not
considered as complyirg with the requirement of
unity of invention, identify the separate inventions
and indicate the amount to be paid (PCT Rule 40.1).
The invention(s) or group(s) of inventions, other than
the one first mentioned in the claims, will be searched
only if the applicant pays the additional fees. Since
these payments must take place within a period to be
set by the International Searching Authority (PCT
Article 17(3)(a), Rule 40.3) and within the time limit
for the international search report set by PCT Rule
42, the International Searching Authority should en-
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deavor to ensure that international searches be made
as early as possible.

The applicant may protest the allegation of lack of
unity of invention or that the amount of the additional
fee is excessive and request a refund of the additional
fee(s) paid. If the International Searching Authority
finds the protest justified, the fee(s) will be refunded
(PCT Rule 40.2(c)).

From the proceeding paragraph it is clear that the
decision with respect to unity of invention rests with
the International Searching Authority. In particular,
the International Searching Authority should not raise
objection of lack of unity of invention merely because
the inventions claimed are classified in separate classi-
fication units or merely for the purpose of restricting
the international search to certain classification units.

The basis criterion for unity of invention is the
presence of a single general inventive concept. Conse-
quently, the mere fact that an international application
contains several independent claims of the same cate-
gory or claims of different categories related under
PCT Rules 13.2 and 13.3 is in itself no reason for ob-
jection on the grounds of lack of unity of invention.

PCT Rule 13.2 particularly specifies certain combi-
nations of different categories of claims that should
not be objected to on the grounds of lack of unity of
invention.

Lack of unity of invention may also exist within a
sing’e claim. Where the claim contains distinct fea-
tures which are not linked by a single general inven-
tive comncept, the objection as to lack of unity of in-
vention should be raised.

Objection of lack of unity of invention does not
normally arise hecause a claim contains a number of
individual elements in combination even if these are
unrelated.

Lack of unity of invention may be directly evident
“a priori,” i.e., before comsidering the claims in rela-
tion to any prior art, or may only become apparent “a
posteriori” i.e., after taking the prior art into consider-
ation, e.g., 2 document discovered in the international

search shows that there is lack of novelty in a main
claim, leaving two or more dependent claims without
a single general inventive concept.

Whether the lack of unity of invention may be di-
rectly evident “a priori” or becomes apparent “a pos-
teriori,” the search examiner, when he or she finds
that a situation of lack of unity of invention exists,
shall (except in the situation referred to in the last
paragraph) immediately inform the applicant of his or
her finding and invite the applicant to pay additional
search fees. The search examiner shall then search or
continue to search the invention first mentioned in the
claims (“main invention). The international search
for additional inventions will then have to be com-
pleted only if and when the additional fees are paid.

Reasons of economy may make it advisable for the
search examiner, while making the search for the
main invention, to search at the same time, despite the
non-payment of additional fees, the additional inven-
tions in the classification units consulted for the main
invention if this takes little or no additional search
effort. The international search for such additional in-
ventions will then have to be completed in any fur-
ther classification units which may be relevant, when
the additional search fees have been paid. This situa-
tion may occur when the lack of unity of invention is
found either “a priori” or “a posteriori.”

QOccasionally in cases of lack of unity of inventions,
especially in an “a posteriori” situation, the search ex-
aminer will be able to make a complete international
search for both or all inventions with negligible addi-
tional work, in particular, when the inventions are
conceptually very close and none of them requires
search in separate classification units. In those cases,
the search examiner may decide to complete the inter-
national search for the additional invention(s) together
with that for the invention first mentioned. All results
should then be included in the international search
report and no objection of lack of unity of invention
should be raised.
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