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5§01 Papers Received by Correspondence and
Mail Division

37 CFR 1.1. All communications to be addressed to the Comr:is-
sioner of Patents and Trademarks. (a) All letters and other communi-
cations intended for the Patent and Trademark Office must be ad-
dressed to “Commissioner of Patents and Trademarks,” Washing-
ton, 5.C. 20231. When approprizte, a letter should also be marked
for the attention of a particular officer or individual.

(b) Letters and other communications relating to internctional ap-
plications during the international stage and prior to the assignment
gf a national serial number should be additionally marked *“Box

c‘r"v

(¢} Requests for reenamination should be additionally marked
“Box Reeram.”

NoTe.~—§§ 1.1 10 1.26 are applicable 10 tredemark cases as well
as to nalional and international patent cases except for provisions
specifically directed to patent cases. See § 1.9 for definitions of *“na-
tional application” and “international application.”

37 CFR 1.4 Nature of correspondence. {2) Correspondence with
the Patent and Trademark Office comprises (1) correspondence re-
lating to services and facilities of the Office, such as general inquir-
ies, requests for publications supplied by the Office, orders for
printed copies of patemts or trademark registrations, orders for
copies of records, transmission of assignments for recording, and
the like, and (2) correspondence in and relating to a particular ap-
plication or other proceeding in the Office. See particularly the
sules refating to the filing, processing, or other proceedings of na-
tional applications in Subpart B, §§ 1.31 to 1.352; of international
appfications in Subpart C, §§ 1.401 to 1.482; of reexamination of
patents in Subpart D, §§ 1.501 to 1.570; and of Trademark applica-
tions §§ 2.11 to 2.189.

(b} Since each application file should be complete in itself, & sep-
arate copy of every paper to be filed in an application should be
furnished for each application to which the paper pertains, even
though the contents of the papers filed in two or more applications
may be identical.

(c) Since different matters may be considered by different
branches or sections of the Patent and Trademark Office, each dis-
tinct subject, inquiry or order should be contained in a separate
letter to avoid confusion and delay in answering leiters dealing
with different subjects.

The official mailing address for all communications
sent to the Patent and Trademark Office is:

Commissioner of Patents and Trademarks

Washington, D.C. 20231

The physical location of the Office is 2021 Jefferson
Davis Highway, Arlington, Virginia. This address
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should not be used on mail sent to the Patent and
Trademark Office.

All mailed communications are received by the In-
coming-Mail Section of the Correspondence and Mail
Division, which opens and distributes all official mail.

Section 1.1(b) provides a special box “PCT" for all
mail related to applications filed under the Patent Co-
operation Treaty in order to expedite internal Office
mail handling. Section 1.1(c) provides a special box
“Reexam” for reexamination requests only, for similar

reasons.
File Wrapper Continuing Applications (37 CFR
1.62) should be addressed to “Box FWC.”

502 Depositing Papers

37 CFR 1.5. Identification of application, patent or registration. (a)
When a letter concemns an application for patent, it should state the
name of the applicant, the title of the invention, the serial number
or international application number of the application, the date of
filing the same, and, if known, the group art unit and name of the
examiner to which it has been assigned (see § 1.55).

(b) When the letter concerns a patent, it should state the number
and date of issue of the patent, the name of the patentee, and the
title of the invention.

{c) A letter relating to a trademark application should identify it
as such and by the name of the applicant and the serizl number and
filing date of the application. A letter relating to a registered trade-
mark should identify it by the name of the registrant and by the
number and date of the certificate,

(d) A letter relating to a reexamination proceeding should identi-
fy it as such by the number of the patent undergoing reexamination,
the reexamination request control number assigned to such proceed-
ing and, if known, the group art urit and name of the examiner to
which it been assigned.

37 CFR 1.6. Receipt of letters and papers. (a) Letters and other
papers received in the Patent and Trademark Office are stamped
with the date of receipt. No papers are received in the Patent and
Trademark Office on Saturdays, Sundays or federal holidays within
the District of Columbia.

() Mail placed in the Patent and Trademark Cffice pouch up to
midnight on weekdays, excepting Saturdays and federal holidays,
by the post office at Washington, D.C., serving the Patent and
Trademark Office, is considered as having been received in the
Patent and Trademark Office on the day it was so placed in the
pouch.

(c) In addition to being mailed or delivered by hand during office
heurs, Tetters and other papers may be deposited up to midnight in
a box provided at the guard's desk at the lobby of building 3 of the
Patent and Trademark Office at Crystal Plaza, Arlington, Virginia
and at the main entrance (14th Street) of the Department of Com-
merce Building, Washington, D.C., on weekdays except Saturdays
and federal holidays, and all papers deposited therein are consid-
ered as received in the Patent and Trademark Office on the day of
deposit.

(d) If interruptions or emergencies in the United States Postal
Service which have been so designated by the Commiissioner occur,
the Patent and Trademark Office will consider as filed on a particu-
lar date in the Office any paper or fee which is: (1) Promptly filed
after the ending of the designated interruption or emergency; and
(2) Accompanied by a statement indicating that such paper or fee
would have been filed on that particular date if it were not for the
designated interruption or emergency in the United States Postal
Service. Such statement must be a verified statement if made by a
person not registered to practice before the Patent and Trademark

Office.

Applications, amendments and other papers may be
sent to the Patent and Trademark Office by mail, or
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they may be deposited in the Correspondence and
Mail Division or in a box which is kept in the lobby
of building 3 of the Patent and Trademark Office for
this purpose.

The Patent and Trademark Office ZIP Code desig-
nation *“20231” should be used when writing the
Patent and Trademark Office for any matter. In addi-
tion, the sender’s own ZIP Code designation should
be given.

The Office often experiences difficulty in matching
incoming papers with the application file to which
they pertain because insufficient or erroneous infor-
mation is given. This applies especially to amend-
ments, powers of attorney, changes of address, status
letters, petitions for extension of time, and other peti-
tions.

Frequently, there are errors in the serial number or
in the group art unit number, or the incoming paper
uses the old group art unit number where an applica-
tion has been transferred and acted on by a different
examining group.

Where the group art unit number is entirely omit-
ted, the routine operations of the Application Division
must be interrupted solely for the purpose of deter-
mining the location of the application so that the
communication can be properly routed. Under these
circumstances the efficiency of the Application Divi-
sion is impaired and the incoming paper is delayed in
reaching its proper destination. Where such papers
are not essential to compliance with a statutory period
or time limit for response, they may be returned for
completion to identify the location of the files.

It- would be of great assistance to the Office if all
incoming papers pertaining to a filed application car-
ried the following items:

1. Serial number (checked for accuracy).

2. Group art unit number (copied from filing re-

ceipt or most recent Office Action).

3. Filing date.

4. Name of the examiner who prepared the most

recent Office Action.

5. Title of invention.

Applicants may be reminded of this provision by in-
cluding Form Paragraph 5.01.

5.01 Proper Heading for Incoming Papers.

It would be of great assistance to the Office if all incoming
papers pertaining to a filed application carried the following items:

§. Serial number (checked for accuracy).

2. Group art unit number (copied from filing receipt or most
recent Office Action).

3. Filing date.

4. Name of the examiner who prepared the most recent Office

Action.

5. Title of invention.

Except for the later filing of the oath or declaration
and/or filing fee accompanied by the surcharge,
under § 1.16(e), which must be filed within the time
set in the request therefor, it is requested that the sub-
mission of additional or supplemental papers on a
newly filed application be deferred until a filing re-
ceipt has been received. It also would be appreciated
if the filing of additional papers relating to «a allowed
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.- application were deferred until a notice of allowance

(PTOL-85) is received.

All letters relating to a reexamination proceeding
should identify the proceeding involved by patent
number and reexamination request control number.

IssUE BaTCH NUMBER

All papers filed by applicant in the Office after re-
ceiving the Notice of Allowance and before the time
the Issue Fee Receipt is received should include the
Issue Batch Number. The Issue Batch Number is
printed on the Notice of Allowance form under the
heading “Batch No.”. The Issue Batch Number con-
sists of a capital letter followed by two digits, for ex-
ample; “A03”, “D18”, “F42", “J79”. Use of the Issue
Batch Numbers is important since the allowed appli-
cations are filed by these numbers.

Any paper filed after receiving the Issue Fee Re-
ceipt should include the indicated patent number
rather than the Issue Batch Number., At this time in
the processing, the Issue Batch Mumber is no longer
useful since the application has been removed from
the batch at the time the patent number was assigned.

If the above suggestions are adopted the processing
of both new and allowed applications could proceed
more efficiently and promptly through the Patent and
Trademark Office.

HaND DELIVERY OF PAPERS

Any paper which relates to a pending application
may be personally delivered to an examining group.
However, the examining group will accept the paper
only if: (1) the paper is accompanied by some form of
receipt which can be handed back to the person deliv-
ering the paper; and (2) the examining group being
asked to receive the paper is responsible for acting on
the paper. Patent applications, including those filed
under §§ 1.60 and 1.62, may be delivered in person to
the Mail Room, but not to the examining groups.

The receipt accompanying a hand delivered paper
may take the form of a card identifying the paper.
The identifying data on the card should be so com-
plete as to leave no uncertainty as to the paper filed.
For example, the card should contain the applicant’s
name(s), Serial No., the filing date and a description
of the paper being filed. If more than one paper is
being filed for the same application, the card should
contain a description of each paper or item.

Under this procedure, the paper and receipt will be
date stamped with the group date stamp. Group per-
sonnel receiving a paper will check it against the re-
ceipt to make sure that the paper is accurately de-
scribed on the receipt and that the receipt does not
list papers which are not being filed. The receipt will
be handed back to the person hand delivering the
paper. The paper will be correlated with the applica-
tion and made an official paper in the file, thereby
avoiding the necessity of processing and forwarding
the paper to the examining group via the Mail Room.

If duplicate copies of a request for an extension of
time under § 1.136(b) are hand delivered to an exam-
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ining group, both copies are dated, either stamped ap-
proved or indicated as being denied, and signed. The
duplicate copy is returned to the delivering person re-
gardless of whether the request was signed by a regis-
tered attorney or agent, either of record or acting in a
representative capacity, the applicant or the assignee
of record of the entire interest.

The examining group will accept and date stamp a
paper, other than an application, even though the
paper is accompanied by a check or the paper con-
tains an authorization to charge a Deposit Account.
However, in such an instance, the paper will be hand
carried by group personnel to the Office of Finance
for processing and then made an official paper in the
file.

All such papers, together with the cash, checks, or
money orders, shall be hand carried to the Cashier’s
Window, Room 2-1BOI, between the hours of 3:00
p-m. and 4:00 p.m.

The papers shall be processe¢ by the accounting
clerk. Office of Finan. ., for pickup at the Cashier’s
Window by 3:00 p.m. the following work day. Upon
return to the group, the papers will be entered in the
application file wrappers.

EXPRESS MalL SERVICE

There are two types of Express Mail delivery of-
fered by the U.S. Postal Service—'"Post Office to Ad-
dressee” and “Post Office to Post Office.” The only
type of service which can be used for Express Mail
directed to the Patent and Trademark Office is “Post
Office to Addressee.” This service provides for the
use of a mailing label which clearly indicates the date
on which a particular paper or fee was deposited.

The only address that should be used for Express
Mail sent to the Patent and Trademark Office is:

“Commissioner of Patents and Trademarks
Washington, D.C. 20231.”

“Post Office to Post Office” Express Mail does not
provide for delivery but instead is retained at the
postal facility of the addressee for pickup. The Postal
Service does not notify the addressee that this type of
Express Mail has been received and is awaiting
pickup. If not picked up, this mail is held for 15 days
and then returned to the sender.

Therefore, since the Patent and Trademark Office
does not have resources for picking up any mail, in-
cluding Express Mail, the “Post Office to Post
Office” Express Mail will not reach the Patent and
Trademark Office.

See § 513 for the use of Express Mail under the
Certificate of Mailing procedure of 37 CFR 1.10.

503 Serial Number and Filing Receipt

37 CFR 1.54 Parts of application 1o be filed together; filing receipt.

(a) It is desirable that all parts of the complete application be de-
posited in the Office together; otherwise a letter must accompany
each part, accurately and clearly connecting it with the other parts
of the application. See § 1.53 with regard to completion of an appli-
cation.

(b) Applicant wilf be informed of the application serial number
and filing date by a filing receipt.

Serial Numbers are assigned in the Correspondence
and Mail Division immediately after mail has been
opened.

If a self addressed post card is submitted with a
patent application, that post card will be stamped
with both the receipt date and serial number prior to
returning it to tl.e addressee.

The identifying data on the post card should in-
clude: (1) applicant’s name(s); (2) title of inventior; (3)
number of pages of specification, claims, and sheets of
drawing; (4) whether oath or declaration included;
and (5) amount and manner of paying the fee.

A return post card should be attached to each
patent application for which a receipt is desired.

It is important that the return post card itemize all
of the components of the application. If the post card
does not itemize each of the components of the appli-
cation, it will not serve as evidence that any compo-
nent which was not itemized was received by the
Office.

It should be recognized that the identification of an
application by Serial Number does not necessarily sig-
nify that the Patent and Trademark Office has accept-
ed the application as complete (1.53(a)).

An application is entitled to a filing date as of the
date of the identification of all of the inventors and
receipt of the specification, including claims, and any
required drawing. However, the filing receipt will not
be mailed until the oath or declaration and basic filing
fee have also been received. The oath or declaration
and filing fee may be filed later than the remaining
application papers, but if so, they must be accompa-
nied by the required surcharge. If the oath or declara-
tion, and/or filing fee, and appropriate surcharge are
not timely filed, the application will be abandoned
and no filing receipt will be mailed. Otherwise, the
filing receipt will be mailed upon the timely receipt of
the oath or declaration, and/or filing fee and sur-
charge.

In the Application Division each application which
meets the requirements is given a filing date. It is im-
portant, when referring to application files, to identify
them by their filing dates as well as by serial numbers.

The Application Division mails a filing receipt to
the attorney or agent, if any, otherwise to the apli-
cant, for each complete application filed, giving the
serial number, filing date, and group to which as-
signed. See § 506.

In the Application Division the application papers
are placed in a file wrapper and certain data placed
thereon.

RETURN PosT CARD

If a receipt of any paper filed in the Patent and
Trademark Office is desired, it may be obtained by
enclosing with the paper a self-addressed post card
identifying the paper. The Patent and Trademark
Office will stamp the receipt date on the card and
place it in the outgoing mail.

The identifying data on the card should be so com-
plete as to clearly identify the paper for which receipt
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is requested. For example, the card should identify
the applicant’s nasme(s), serial number, filing date, in-
terference number, etc., and the paper(s) should be
identified by specifying the type thereof, namely affi-
davit, amendment, appeal, components of applications,
brief, drawings, fees, motions, supplemental oath or
declaration, petition, etc.

The person receiving the paper(s) in the Patent and
Trademark Office should check the listing on the post
card against the papers being filed to be sure they are
properly identified and that all the items listed are
present. If any of the items listed are not being filed
those items should be crossed off and the card ini-
tialed by the person receiving the papers.

A post card receipt which itemizes and properly
identifies the papers which are being filed serves as
prima facie evidence of receipt in the PTO of all the
items listed thereon on the date stamped thereon by
the PTO. :

When papers for more than one document are filed
under a single cover a return addressed post card
should be attached to the paper for each document for
which a receipt is desired.

504 Assignment of Applications for Examination

The Application Division assigns the application to
the examining group to which it appears to belong.

508 “Office Date” Stamp of Receipt

The Office stamps papers and fees with the date of
their receipt in the Patent and Trademark Office or
the date of their deposit in accordance with 37 CFR
1.19 except when the date of deposit in accordance
with § 1.10 is a Saturday, Sunday, or federal holiday
within the District of Columbia. Papers and fees itied
in accordance with § 1.10 on a Saturday, Sunday, or 2
federal holiday within the District of Columbia are
date stamped with the date of the next succeeding day
which is not a Saturday, Sunday, or federal holiday
within the District of Columbia. The stamp is referred
to as the “Office Date” stamp.

When the last day for taking any action or paying
any fee in the U.S. Patent and Trademark Office falls
on 2 Saturday, Sunday, or a federal holiday within
the District of Columbia, the 2:tion or the fee is con-
sidered timely if the action is taken or the fee is paid
on the next succeeding business day.

If an application includes the necessary components
for a filing date (see 37 CFR 1.41(a) and 1.53(b) and
M.B.E.P. § 506), the “Office Date” stamp establishes
the “filing date.” Applications will not be accepted
and stamped in the examining groups. They must be
date stamped in the Mail Room.

506 Completeness of Original Application

37 CFR 1.53 Serial number, filing date, and completion of applica-
tion.

(a) Any application for a patent received in the Patent and
Trademark Office will be assigned a serial number for identification
purposes.

(b) The fifing date of an application for patent is the date on
which: (1) A specification containing a description pursuant to
§ 1.71 and at feast one claim pursuant to § 1.75; and (2) Any draw-

ing required by § 1.81(a), are filed in the Patent and Trademark
Office. No new matter may be introduced into an application after
its filing date (§ 1.118). v )

(c) If any application is filed without the specification or drawing
required by paragraph (b) of this section, applicant will be so noti-
fied and given'a time period within which to submit the omitted
specification or drawing in order to obtain a filing date as of the
date of filing of such submission. If the omission is not corrected
within the time period set, the application will be returned or oth-
erwise disposed of; the fee, if submitted, will be refunded less a
$50.00 handling fee.

{(d) If an application which has been accorded a filing date pursu-
ant to paragraph (b) of this section does not include the appropriate
filing fee or an oath or declaration by the applicant, applicant will
be so notified and given a period of time within which to file the
fee, oath, or declaration and to pay the surcharge as set forth in
§ 1.16{e) in order to prevent abandonment of the application. The
notification pursuant to this paragraph may be made simultaneously
with any notification pursuant to paragraph (c) of this section.

(e) An application for a patent will not be placed upon the files
for examination until alt its required parts, complying with the rules
relating thereto, are received, except that certain minor informal-
jties may be waived subject to subsequent correction whenever re-
quired.

(f) The filing date of an international application designating the
United States of America shall be treated as the filing date in the
United States of America under PCT Article 11(3), except as pro-
vided in 3§ U.S.C. 102(e).

INCOMPLETE AFPLICATIONS

If the application papers do not identify all the in-
ventors or include at least a specification containing a
description and at least one claim and any required
drawing, whether prescribed by 35 U.S.C. 113 or be-
cause it is described in the specification, or if the sub-
mitted application papers are too informal to be given
a filing date, the case is held in the Application Divi-
sion as an incomplete application and the applicant is
informed of the shortcomings of the papers. No filing
date is granted until the incompleteness is corrected.

Form PTQ-1123, Notice of Incomplete Application
Papers, is prepared and mailed by the Application Di-
vision when application papers are deemed incom-
plete under 35 U.S.C. 111.

Such incompleteness may consist of the omission of
any one of the following parts cf an application. The
component parts of an application necessary to obtain
a filing date are:

An identification of the names of zll of the inven-
tors.

A specification, 35 U.S.C. 112.

A claim, 35 U.S.C. 112,

A drawing, if required by 35 U.S.C. 113 or if de-
scribed in the specification.

Filing dates are accorded to applications filed with-
out the basic filing fee and without the oath or decla-
ration. In such cases a notice is mailed by Application
Division requiring at ieast the basic filing fee and the
oath or declaration be filed, accompanied by a sur-
charge (§1.16(e)). In those cases where the basic
filing fee is paid, but additional fees are required, a
notice is mailed by the examining group, requiring
that the balance of the fee be paid.

Occasionally applications which have already been
signed by the inventors contain informal claims that
the attorney or agent feels should not be present in
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the application upon filing. However, since alteration
after execution by the inventor and before filing is
prohibited and could result in the application being
stricken from the files, such applications must be filed
by the attorney or agent in the form in which they
were executed by the inventors. An application may
be filed with a preliminary amendment which is limit-
ed to the cancellation of claims. This will diminish the
number of claims to be considered for calculation of
the filing fee. Any other changes to the application
should be the subject of a separate amendment which
may be entered after the filing fee has been calculated
and the filing date granted. If a preliminary amend-
ment which cancels claims does not accompany the
application at the time the application is filed, the no-
tification of insufficient fee will inform the inventor,
attorney or agent of the possibility of correcting the
insufficient payment by either (1) paying the addition-
al required fee amount, or (2) filing an amendment
which cancels claims to where the remaining claims
are covered by the fee submitted upon filing. Howev-
er, no refund will be made once the fee for claims is
properly paid, even though claims are later cancelled.

Since the oath or decalration may be filed later
than the specification, including claims, and drawing,
without changing the filing date of the application, no
need is seen for the filing of oaths or declarations
with facsimile signatures. Unsigned copies of the oath
or declaration may of course be filed to provide the
names of the inventors. However, a facsimile declara-
tion does not meet the requirements of an executed
oath or declaration. Therefore, in those instances
where a facsimile oath or declaration has been filed, a
new oath or declaration will be required, as well as
the payment of the surcharge (§ 1.16(e}).

In the past the Application Division has reviewed
the claimed subject matter of newly filed applications
to determine whether a filing date should be granted.
Such applications included those drawn to perpetual
motion devices and methods of doing business and ap-
plications for reissue signed by assignees or filed more
than two years after the grant of the patent which
appear to contain broadened reissue claims.

Under the current practice, 2 filing date is normally
granted in such cases if the application is otherwise
sufficient, and then forwarded to the examiner for his
consideration and decision during the regular course
of examination.

InrForMal APPLICATIONS

An applicaticn is informal if it is typed on both
sides of the paper, or is not permanent, legible or re-
producible. If such informalities are timely corrected,
the application is given the filing date on which the
original informal papers were filed.

The Application Division accords z filing date, as
of the date indicated by the “Office Date™ stamp (see
§ 505), to application papers which include the names
of all of the inventors, a specification containing a de-
scription and at least one claim, and any drawing re-
quired by 35 U.S.C. 113 or described in the specifica-
tion but are informal because they do mot comply
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with the rules or notices. In such applications, the
Application Division prepares form PTO-152, Notice
of Informal Application indicating the informality and
places it in the file wrapper. The examining group
mails the letter to applicant. Failure to correct the in-
formality within the specified time results in abandon-
ment of the application.

The letter of transmittal accompanying the filing of
continuing applications should include such additional
information as the identification by serial numUer of
the parent application, its status, and location in the
Patent and Trademark Office. The supplying of this
information will simplify the processing of these ap-
plications.

When a new application is filed with a request to
transfer drawings under 37 CFR 1.88, the application
papers should include drawing prints to enable the
Application Division to process the case before trans-
fer of the formal drawings is effected.

§06.01 Return of Incomplete Application

If a request is made, the parts of an incomplete ap-
plication which has not been assigned a filing date
may be returned by the Application Division. They
may be used by applicant as part of a later complete
application if the missing parts are later supplied. See
37 CFR 1.53.

506.02 Review of Refusal To Accord Filing Date

The filing date of the application is the date of re-
ceipt in the Office of the application which identifies
the names of all the inventors and includes a specifica-
tion containing description pursuant to § 1.71 and at
least one claim pursuant to § 1.75, and drawings re-
quired by § 1.81(a) or which have been described in
the specification. See 37 CFR 1.41(a) and 1.53(b).

If any of these items are missing, applicant will be
notified to file them and the filing date will be the
date of receipt of the missing part(s). See § 601.01.

Any review of the refusal to grant a filing date as
of the date of deposit of the application would be by
way of petition, accompanied by the petition fee (37
CFR 1.17(h)). Petitioner should provide any argu-
ments that he or she has that the items noted were
not missing or that a filing date should be assigned in
the absence of such items if they are believed to be
unnecessary. If petitioner alleges that no defect exists,
a request for refund of the petition fee may be includ-
ed in the petition.

For applications properly filed under 37 CFR 1.10,
the filing date is the date that the application was de-
posited as “Express Mail” in the U.S. Postal Service,
unless it was deposited on a Saturday, Sunday, or fed-
eral holiday within the District of Columbia in which
case the filing date is the next succeeding day which
is not a Saturday, Sunday, or federal holiday within
the District of Columbia. If the proper procedures
were not followed, the application will receive a
filing date as of the date it was received in the Office.
Any review of these matters would be by way of pe-
tition, accompanied by the petition fee (37 CFR
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1.17(h)), providing whatever arguments and evidence
petitioner has that the application is entitled to a filing
date as of the date it was mailed via “Express Mail”.

Any petition under this section should be marked to
the attention of the Office of the Assistant Commis-
sioner for Patents.

S07 Drafting Division

The drawing is inspected by the Drafting Division
for formal compliance with the rules. If the drawing
is satisfactory, it is stamped “approved”. If the draw-
ing contains defects which are not so serious as to
warrant holding the application to be incomplete, the
Draftsman checks the appropriate notation on the
“Notice of Informal Patent Drawing” form PTO-948.

See § 608.02(a) for handling of photoprints filed in
lieu of drawings.

568 Distribution

The Customer Services Division prepares perma-
nent prints made of the drawings of all complete ap-
plications and secures the prints in the file wrappers.
The drawings and files are then assembled and for-
warded to the examining operation.

When a2 new or substitute drawing is received, a
print is made and forwarded to the group to be
placed in the file as an official paper.

As to the procedure to be followed when a model
is filed, see §§ 608.03 and 608.03(a).

§508.01 Papers Sent to Wrong Group

If drawings, amendments or other papers are deliv-
ered to the wrong group, the current group assign-
ment should be obtained from PALM and be placed
on the paper and then forwarded to the appropriate
group. The assignment indicated by PALM may be
verified by calling the group indicated before for-
warding the paper.

A terminal disclaimer should not be routed directly
to an examining group. If such a paper (without the
file) is received, it should be promptly forwarded
without the file to the Patent Issue Division. In some
situations the Patent Issue Division may be holding a
terminal disclaimer. This may be checked by calling
the Chief of the Patent Issue Division by telephone.

508.02 Papers Received After Patenting or
Abandonment

After an application is patented or abandoned, any
incoming communication which is not to become part
of the record is sent to the Correspondence and Mail
Division for handling with the status of the applica-
tion indicated thereon.

508.03 Unmatched Papers

Unmatched papers within a group should be fre-
quently reviewed to determine which should be sent
to the Paper Correlating Office (PCO).

ftem 1 below treats the papers in the *“Serial
number too high” category. Items 2-6 below are di-
rected to all other unmatched papers not in the
“Serial number too high category.”

L. Unmatched papers in the “Serial No. Too High" category

This collection of papers being held by the group should be re-
viewed at least once a week. Any paper having a serial number
which clearly should have already been received by the group
should be removed from this collection. Where the group does not
have a corresponding application for any of these papers, inquiry
should be made of the Application Division to determine the group
of record. If another group number is indicated, the paper should
be forwarded to that group. If the Application Division does not
yield a new group number for the indicated Serial No., the paper
should be sent to the PCO.

2. Unmatched papers having a serial number for which no serial regis-
ter card is present in the group

It can be assumed that either the group number or the serial
number on these papers is incorrect. Inquiry should be made of the
Application Division and PALM to determine the group of record
and the procedure set out in item 1 above followed. An exception
to this practice should be made where the paper has thereon the
name of an examiner in the group. In these situations a careful
check of the group records and files as well as consultation with
the indicated examiner should be made to determine the correct
serial number. If this does not yicld a new serial number the paper
should be sent to the PCO.

3. Unmatched papers relating to cases abandoned from group

The file should be ordered from Abandoned Files. If the file is
not received therefrom, the paper should be forwarded to the PCO.
Charge Card, PTO-125, returned by Abandoned Files should be
stapled to the paper when it is sent to the PCO.

4. Papers for applications which have been sent to the Patent Issue Di-
vision

All papers for applications which PALM indicates to be located
in any of the locations 730 through 765 should be forwarded to the
Query and Correspondence Section of the Allowed Files Branch of
the Patent Issue Division, room 2-10C28 via the Office of Publica-
tions messenger. Such papers may be left for pickup by the messen-
ger in the “Allowed Files Pickup/Delivery” boxes which are locat-
ed in each examining group.

The instructions of this section (4) apply to all files in Issue in-
cluding those which have been assigned a Patent Number and Issue
Date. Papers requiring examiner review and action will be returned
to the examining group after the Patent Issue Division personnel
have matched the paper to the appropriate file.

5. Papers for applications which have been sent to the Record Room

If PALM indicates that the application for a paper is in the
Record Room (location code 810 or 820), the paper should be for-
warded to the Paper Correlating Office for response.

6. Unmatched papers for cases which are known to be pending in the
group but cannot be located

Generally these are applications for which a serial register card is
present in the group, but the file is not immediately available. These
papers should be retained in the group for processing.

Each paper sent to the PCO must have a PCO Transmittal Form
stapled thereto. Each form attached to a paper should be filled out
as completely as possible. Transmittal Forms attached to papers in
categories | and 2 must have an indication of the information ob-
tained from both Application Division and PALM. The PALM in-
formation should be inserted in the large space at the bottom of the
Form. This will help eliminate duplication of effort by PCO per-
sonnel. Papers received without transmittal forms or with incom-
pletely filled out transmittal forms may be returned to the originat-

ing group.
509 Payment of Fees
37 CFR .16 National application filing fees.

(a) Basic fee for filing each application for an origi-
nal patent, except design or plant cases:
By a small entity (§ 1.9()..cc....oerervrvvcrenrerenrcnen.
By other than a small entity........ccocevvvvvvsvrvrenvcrncnsn, 300.00
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37 CFR 1.17 Patent application processing fees.

(a)

. )

)

RECEIPT AND HANDLING OF MAIL AND PAPERS

In addition to the basic filing fee in an original
application, for filing or later presentation of
each independent claim in excess of 3:

By a small entity (§ 1.9(6)) ....oce-vrerrererermreneneecsarsrnsens

By other than a smail entity

In addition to the basic filing fee in an original
application, for filing or later presentation of
each claim (whether independent or depend-
ent) in excess of 20 (Note that § 1.75(c) indi-
cates how multiple dependent claims are con-
sidered for fee calculation purposes):

By a small entity (§ 1.9(D))...vveeveerrmeerrrernrvereseerenses

By other than a small entity

In addition to the basic filing fee in an original
application, if the application contains, or is
amended to contain, a multiple dependent
claim(s), per application:

By a small entity (§ 1.9(f))

By other than a small entity

(If the additional fees required by para-
graphs (b), (c) and (d) are not paid
on filing or on later presentation of
the claims for which the additional
fees are due, they must be paid or
the claims cancelled by amendment
prior to the expiration of the time
period set for response by the Office
in any notice of fee deficiency.)

Surcharge for filing the basic filing fee or oath
or declaration on a date later than the filing
date of the application:

By & small entity (§ 1.9()

By other than a small entity

For filing each design application:

By a small entity (§ 1.9(D)......

By other than 2 small entity

Basic fee for filing each plant applncauon

By 2 small entity (§ 1.9D).....ccverrerrrrorrerrrrerrierncnns

By other than a small entity

Basic fee for ﬁling each reissue application:

By a small entity (§ 1.9(6)

By other than a small entity v

In addition to the basic filing fee in a2 reissue
application, for fi'ing or later presentation of
each independent claim which is in excess of
the number of independent claims in the origi-
nal patent:

By a small entity (§ 1.9B)......ccoorrvrrrereeeee. rveresrenens

By other than 2 small entity

In addition to the basic filing fee in a reissue
application for filing or later presentation of
each claim (whether independent or depend-
ent) in excess of 20 and also in excess of the
number of claims in the original patent. (Note
that § 1.75(c) indicates how multiple depend-
ent claims are considered for fr purposes.):......

By 2 small entity (§ 1.9(5))...cccccrvererererrrrrrrnean.

By other than a small entity
(Note, see § 1.445 for international application
filing and processing fees.)

Extension fee for response within first month
pussuant to § §.136(a):

By a smalf entity (§ 1.9} ..covocvrrerermvvronrrivrireens

By other than a small entity.....coooevoeereirirnrrenreinin

Extension fee for response within second month
pursuant to § 1.136(a):

By a small entity (§ 1.9()).ccvvrcnevvorsrevrrvrerisasssvsnne

By other than a small entity

Extension fee for response within third month
pursuant tc § 1.136(a):

5.00
10.00

50.00
100.00

50.00
100.00

62.50
125.00

100.00
200.00

150.00
300.00

15.00
30.00

5.00
10.00
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By a small entity (§ 1.9(f))

By other than a small entity

Extension fee for response within fourth month
pursuant to § 1.136(a):

By a smali entity (§ 1.9(D)

By other than a small entity

For filing a notice of appeal from the examiner
to the Board of Appeals:

By a small entity (§ 1.9(f))...ccoevrvreverrvevrererasmionsernne

By other than a small entity...........ccccrirereisusrensosennn

In addition to the fee for filing notice of appeal,
for filing brief in support of an appeal:

Ey a small entity (§ 1.9())

By other than a small entity...>: v

For filing a request for an oral hearing before
the Board of Appeals:

By a small entity (§ 1.9(5)).cooreermervrrisrmsressnssersresins

By other than a small entity...

For filing a petition to the Commission under a
section of this part listed below which refers
to this paragraph

§ 1.47—for filing by other than all the inventors
or a person not the inventor

§ 1.48—for correction of inventorship

§ 1.182—for decision on questions not specifical-
ly provided for

§ 1.183—to suspend the rules

§ 1.268—for late filing of interference settiement
agreement

For filing a petition to the Commissioner under
a section of this part listed below which refers
to this paragraph ..

§ 1.12—for access to an assignment record

§ 1.14—for access to an appllcatlon

§ 1.55—for entry of late priority papers

§ 1.102—to make apphcatlon special

§ 1.103—to suspend action in applu.atlon

§ 1 l77—for divisional reissues to issue separate-

......

§l266—for access to interference settlement
agreement

§ 1.312—for amendment after payment of issue
fee

§ 1.313—to withdraw an application from issue

§ 1.314—to defer issuance of a patent

§ 1.334—for patent to issue to assignee, assign-
ment recorded late

for filing a petition to institute a public use
proceeding under § 1.292

For processing an application filed with a speci-
fication in a non-English language (§ 1.52(d)) ....

For filing a petition (1) for the revival of an
abandoned application under 35 U.S.C. 133,
or (2) for delayed payment of the issue fee
under 35 U.S.C. 151

By a small entity (§ 1.9(D)).ccvovvevereevvercrerrriereneenns

By other than a small entity..........ccccovvervrnrvrivecrsnrns

For filing a petition (1) for revival of an unin-
tentionally abandonred application or (2) for
the unintentionally delayed payment of the fee
for issuing a patent:

By a small entity (§ LOD) .cocoovnvvriirinrvnnnvmenevrsonn

By other than a small entity.........c.coccrnrncininaiienen,

37 CFR 1.18 Patent issue fees.

(a)

(®)

Issue fee for issuing each original or reissue
patent, except a design or plant patent:

By a small entity (§ 1.9(f)) v orvovervrrrvnesisernsiseene

By other than a small €ntity ........ccoorrrrrverecrrrvivereen.

Issue fee for issuing @ design patent:

By a small entity (§ 1.9(D) ...c..ooovevvvvreveerrnsirenrenrens

By other than a small entity

$175.00
350.00

275.00
§50.00

51.50
115.00

57.50
115.00

50.00
100.00

120.00

750.00
20.00

25.00
50.00

250.00
500.00

250.00
500.00

87.50
175.00
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Issue fee for issuing a plant patent:
By a small entity (§ 1.%(f))
By other than a small entity

125.00
. 250.00

37 CFR 1.19 Document supply fees. The Patent and
Trademark Office will supply copies of the following

documents upon payment of the fees indicated:

(2)

®

()

0

(e}

Uncertified copies of Office documents:

(1) Printed copy of a patent, including a design
patent, or defensive publication document,
except color plant patent

(2) Printed copy of & plant patent in color .............

(3) Zopy of patent application as filed, each 50
pages or fraction thereof.

(4) Copy of patent file wrapper and contents,
each 100 pages or fraction thereof............o.......

(5) Copy of Office records, except as provided
in paragraphs (a){1) through (4) of this sec-
tion, per page

(6) Microfiche copy of microfiche, per micro-
fiche .

Certified copies of Office documents:

(1) For certifying Office records, per certificate....

(2) For a search of assignment records, abstract
of title and certification per patent.......cveeverence

(3) For comparing copies not prepared by the
Office with the criginal, prior to certification
of the copies, per page

Subscription services:

(1) Subscription orders for printed copies of
patents as issued, annual segvice charge for
entry of order and one subclass .....cvvevervvnrernnn.

(2) For annual subscription to each additional
subclass in addition to the one covered by the
fee under paragraph (c}(1) of this section, per
subclass...ceverveneicnia "

Library sesvice (35 U.S.C. 13): For providing to
libraries copies of all patents issued annually,
per annum .

Lists of patents in subclass:

(1) For list of all United States patents in 2
subclass, per 100 patent numbers or fraction
thereof

(2) For list of United States patents in a subclass
limited by date or patent number, per 50
patent numbers or fraction thereof ......................

37 CFR 1.20 Post-issuance fees.

(@)
(b
{©)
{d)

(e)

)]

For providing a certificate or correction of ap-
plicant’s mistake (§ 1.323)
Petition for correction of inventorship in patent

($1.324).cnnn,
For filing a request for reexamination

(8 1.S10(BYrvrvvvvveervcrecsrssssssssssssssssssssmosssssssssssssens
For filing each statutory disclaimer (§1.321):
By a small entity (§ 1.9(0))....ccovvvevvsremevrrvcivinirirs

By other than a small entity.......cocovsinisisirinnnninnas
For maintaining an original or reissue patent,
except a design patent, based on an applica-
tion filed on or after December 12, 1980 and
before August 27, 1982, in force beyond 4
years; the fee is due by three years and six
months after the original grant ...
For maintsining an original or reissue patent,
except a design patent, based on an applica-
tion filed on or after December 12, 1980 and
before August 27, 1982, in force beyond 8
years; the fec is due by seven years and six
months after the original grant ...........oveeeerecnns

$1.00
8.00

18.00
30.00

30
2.00
3.50

12.00

.10

4.00

50.00

2.00

2.00

@

()

®

@)

For maintaining an original or reissue patent,
except a design patent, based on an applica-
tion filed on or after December 12, 1980 and
before August 27, 1982, in force beyond 12
years; the fee is due by eleven years and six
months after the original grant ..........cccoovvvevenrennn,

For mesintaining an original or reissue patent,
except & design or plant patent, based on an
application filed on or after August 27, 1982,
in force beyond 4 years; the fee is due by
three years and six months after the original
grant:

By a small entity (§ 1.9(f)

By other than a small entity

For maintaining an original or reissue patent,
except a design or plant patent, based on an
application filed on or after August 27, 1982,
in force beyond 8 years; the fee is due by
seven years and six months after the original
grant:

By a small entity (§ 1.9(D)

By other than a small entity

For maintaining an original or reissue patent,
except & design or plant patent, based on an
application filed on or after August 27, 1982,
in force beyond 12 years; the fee is due by
eleven years and six months after the original
grant:

By a small entity (§ 1.9(f))

By other than a small entity

200.00
400.00

400.00
800.00

600.00
1,200.00

37 CFR 121 Miscellaneous fees and charges. The
Patent and Trademark Office has established the fol-
lowing fees for the services indicated:

(a)

®)

(c}
(D
(e)

4y

8
h

Registeation of attorneys and agents:

(13 For admission to examination for registration
to practice, fee payable upon applicatio............

(2) On registration to practice

(3) For reinstatement to practice .........oeurssvsrverernans

(4) For certificate of good standing as an attor-
ney or agent

Deposit accounts:

(1) For establishing or reinstating a deposit ac-
cournt

(2) Service charge for each month when the
balance at the end of the month is below $40....

Disclosure document: For filing a disclosure
document

Delivery box: Local delivery box rental, per
annum

International-type search reports: For preparing
an international-type search report of an inter-
national-type search made at the time of the
first action on the merits in 2 national patent
application... .

Search of Office records: For searching Patent
and Trademark Office records for purposes
not otherwise specified, per one-hali hour or
fraction thereof ...........ccuvviviimmnninsssssiinnnns

Copy machine tokens: Token for copying ma-
Ching, €ach ......covvvvcvrcvvcsrismsniiineiesiann,

Recording of documents:

(1) For recording each assignment, agreement or
other paper relating to the property in a
patent or application .......

(2) Where a document to be recorded under
paragraph (h){1} of this section refers to more
than one patent or application, for each addi-
tional patent or application

...........

10.00
2.00
10.00

24.00

25.00

10.00

.20

20.00

$5.00
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(i) Publication in Official Gazette: For publication
in the Official Gazette of a notice of the
availability of an application or a patent for
licensing or sale, each application or pasent ....... 6.00

(i) For a duplicate or replacement of a permanent
Office user pass (There is no charge for the
first permanent user pass) 5.00

() For items and services, that the Commissioner
finds may be supplied, for which fees are not
specified by statute or by this section, such
charges as may be determined by the Com-
missioner with respect to each such item or
service

actual cost

37 CFR 1.445 International application filing and processing fees.
(a) The following fees and charges are established by the Patent
and Trademark Office under the authority of 35 U.S.C. 376:

(1) A transmitial fee (see 35 U.S.C. 361(d) and PCT Rule 14)—
$125.00.

(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16) where:

(i) No corresponding prior United States cational application
with fee has been filed—$500.00

(iiy Corresponding prior United Siates national application with
fee has been filed—$250.00

(3) A supplemental search fee when required (see PCT Art.
17(3Xa) sud PCT Rule 40.2)~—$125.00 per additional invention.

{4) The national {ee, that is, the amount set forth &s the filing fee
under § 1.16 (a) through (d) credited by an amount of 3250 where
an international search fee has been paid on the corresponding in-
ternational application to the United States as ar International
Searching Authority. Where the amount of the cradit is in excess of
that required for the national fee, a request for & refund of the
excess under § 1.446(b) may be filed at the time of paying the na-
tional fee. Only one such credit is permitted based on a single inter-
netional search fee.

(5) A special fee when required (see 35 U.S.C. 372 (c))—$10.00
per claim.

(b) The basic fee and designation fee portioas of the international
fee shall be as prescribed in PCT Rule 15.

37 CFR 1.22. Fees payable in advance. (a) Paten: and trademark
fees and cherges payable to the Patent and Trademark Office are
required to be paid in advance, that is, at the time of requesting any
action of the Office for which a fee or charge is payable with the
exception that under § 1.53 application for patent may be assigned a
filing date without payment of the basic filing fee.

(b) All patent and trademark fees paid to the Pztent and Trade-
mark Office should be itemized in each individuzl application,
patent or other proceeding in such a manner that it is clear for
which purpose the {ees are paid.

37 CFR 1.23. Method of paymens. All paymenis of money re-
quired for Patent and Trademark Office fees, inciuding fees for the
processing of international applications (§ 1.445), should be made in
U.S. specie, Treasury notes, national bank notes, post office money
orders, or by certified checks. If sent in any other form, the Office
may delay or cancel the credit until collection is made. Money
orders and checks must be made payablie to the Commissioner of
Patents and Trademarks. Remittances from foreign countries must
be payable and immediately negotiable in the United States for the
full amount of the fee required. Money sent by mail to the Patent
and Trademark Office will be at the risk of the sender; letters con-
taining money should be registered.

37 CFR 124, Coupons. Coupons in denominations of one dollar
are sold by the Patent and Trademark Office for the convenience
of regular purchasers of U.S. patents and trademark registeations;
these coupons may not be used for any other purpose. The one
dollar coupons are sold individually and in books of 50 with stubs
for record for $50.00. These coupons are good until used; they may
be transferred but cannot be redeemed.

Nore: Public document coupons issued by the Superintendent of
Documents cannot be used in the Patent and Trademark Office, nor
can the coupons issued by the Patent and Trademark Office be used
at the Government Printing Office or elsewhere.

37 CFR 126 Refunds. (2) Money paid by actual mistake or in
excess, such as a payment not required by law, will be refunded,

509.01

but a mere change of purpose after the payment of money, as when
a party desires to withdraw an application, an appeal, or a request
for oral hearing, will not entitle a party to demand such a return.
Amounts of one dollar or less will not be returned unless specifical-
ly demanded within a reasonable time, nor will the payer be noti-
fied of such amount; amounts over one dollar may be returned by
check or, if requested, by credit to a deposit account.

(b} {Reserved}

{c) If the Commissioner decides not to institute a reexamination
proceeding, a refund of § 1,200.00 will be made to the requester of
the proceeding. Reexamination requesters should indicate whether
any refund should be made by check to a deposit account.

509.01 Deposit Accounts

37 CFR 1.25. Deposit accounts. (a) For the convenience of attor-
neys, agents, and the general public in paying any fees due, in or-
dering services offered by the Office, ccpies of records, etc. deposit
accounts may be established in the Fatent and Trademark Office
upon payment of the fee for establishing a deposit account
(§ 1.21(b)1)). A minimum deposit of $50 or more, depending on the
activity of the individual account, is required. At the close of each
month’s business, a statement will be rendered. A remittance must
be made promptly upon receipt of the statement to cover the value
of items or services charged to the account and thus restore the ac-
count to its established normal deposit value. An amount sufficient
to cover all services, copies, etc., requested must always be on de-
posit. A service charge (§ 1.21(b)}2)) will be assessed for each
month that the balance at the end of the month is below $40.00.

(b) Filing issue, appeal, international-type search report, interna-
tional application processing, petition and post-issuance fees may be
charged against these accounts. A general authorization to charge
all fees, or only certain fees, set forth in §§ 1.16 to 1.18 to a deposit
account may be filed in an individual application, either for the
entire pendency of the application or with respect to a particular
paper filed. An authorization to charge to a deposit account the fee
for a request for reexamination pursuant to § 1.510 and any other
fees required in a reexamination proceeding in a patent may also be
filed with the request for reexamination.

An overdrawn account will be immediately sus-
pended and no charges will be accepted against it
until 2 proper balance is restored, together with a
payment of ten dollars (§ 1.21(b)(1)) to cover the
work done by the Patent and Trademark Office inci-
dent to suspending and reinstating the account and
dealing with charges which may have been made in
the meantime.

For applications filed prior to February 27, 1983, if
the Office discovers that a filing fee for an application
was charged to an account with insufficient funds, or
to an overdrawn account, the filing date of the appli-
cation will be withdrawn.

For applications filed after February 27, 1983, if
there is an authorization to charge the filing fee to a
deposit account which is overdrawn or has insuffi-
cient funds, a surcharge (37 CFR 1.16(e)) is required
in addition to payment of the filing fee. Failure to
timely pay the filing fee and surcharge will result in
abandonment of the application.

It is expected, however, that reasonable precautions
will be taken in all cases to avoid overdrafts, and if an
account is suspended repeatedly it will be necessary
to close it.

Similarly, because of the burden placed on the
Patent and Trademark Office incident to the oper-
ation of deposit accounts, a charge of ten dollars
(§ 1.21(b)(1)) will be made for opening each new ac-
count.
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IDEPOSIT ACCOUNT AUTHORIZATIONS

The rules of practice were amended effective Oct.
i, 1982, at 37 CFR 1.25(b) to state that: “A general
aathorization to charge all fees or only certain fees set
forth in §§ 1.16 to 1.18 to a deposit account may be
filed in an individual application, either for the entire
pendency of the application or with respect to a par-
ticular paper filed.” A general authorization would
not apply to document supply fees under § 1.19, such
as those required for certified copies, to post-issuance
fees under § 1.20, such as those required for mainte-
nance fees; or to miscellaneous fees and charges under
§ 1.21, such as assignment recording fees.

Many applications filed prior to Oct. 1, 1982, con-
tain broad language authorizing any additional fees
which might have been due to be charged to a depos-
it account. The Patent and Trademark Office does not
interpret such broad authorizations, filed prior to Oct.
1, 1982, to include authorization to charge to a depos-
it account the issue fee or other fees in sections 1.16,
1.17 and 1.18 except those associated with the paper
containing the broad authorization. However, such a
broad authorization filed in an application on or after
Oct. 1, 1982, will be interpreted as authorization to
charge the issue fee; as weil as any other fee set forth
in §§ 1.16, 1.17 or 1.18. Fees under sections 1.19, 1.20
and 1.21 will not be charged as a result of a general
authorization under section 1.25.

It is recommended that authorizations to charge
fees to deposit accounts include reference to the par-
ticular fees or fee sections of the rules which appli-
cant intends to authorize. For exzample, if filing and
processing fees under §§ 1.16 and 1.17 only are in-
tended to be included in the authorization, and not
the issue fee under § 1.18, the authorization could
read: “The Commissioner is hereby authorized to
charge any fees under 37 CFR 1.16 and 1.17 which
may be required during the entire pendency of the ap-
plication to Deposit Account No. ———."" Such an
authorization would clearly exclude issue fees under
37 CFR 1.18 while including all the filing and proc-
essing fees listed in 37 CFR 1.16 and 1.17. Similarly, if
it were intended to authorize the charging of fees re-
lating only to a specific paper, the authorization could
read “The Commissioner is hereby authorized to
charge any fees under 37 CFR 1.16 and 1.17 which
may be required by this paper to Deposit Account
o, ====w" Such authorizations would cover situa-
tions in which a check to cover a filing and process-
ing fee under 37 CFR 1.16 and 1.17 was omitted or
was for an amount less than the amount required.

It is extremely important that the authorization be
clear and unambiguous. If applicants file authoriza-
tions which are ambiguous and deviate from the usual
forms of authorizations, the Office may not interpret
the authorizations in the manner applicants intend. In
such cases applicants could be subject to further ex-
penses, petitions, etc. in order to correct fees which
were not charged as intended due to an ambiguous
authorization.

MANUAL OF PATENT EXAMINING PROCEDURE

509.02 Small Entity Status—Definitions

Public Law 97-247, enacted August 27, 1982, pro-
vides that effective October 1, 1982 funds available
under the Act to the Patent and Trademark Office
“shall be used to reduce by 50 per centum the pay-
ment of fees under section 41 (a) and (b) of title 35,
United States Code, by independent inventors and
nonprofit organizations as defined in regulations estab-
lished by the Commissioner of Patents and Trade-
marks, and by small business concerns as defined in
Section 3 of the Small Business Act and by regula-
tions established by the Small Business Administra-
tion.”

The fees which are reduced include patent applica-
tion filing fees (37 CFR 1.16), extension of time, re-
vival, and appeal fees (37 CFR 1.17), patent issue fees
(37 CFR 1.18), statutory disclaimer fee (37 CFR
1.20(d)) and maintenance fees on patents based on ap-
plications filed on or after August 27, 1982 (37 CFR
1.20(h)-(j)). Other fees, established under section 41
(c) or (d) of Title 37, United States Code, are not re-
duced for small entities since such a reduction is not
permitted or authorized by Public Law 97-247.

Fees which are not reduced include petition and
processing fees (other than revival), 37 CFR 1.17(h)-
(k), document supply fees, 37 CFR 1.19, certificate of
correction fees, 37 CFR 1.20(a), request for reexami-
nation fees, 37 CFR 1.20(c), maintenance fees under
B.L. 96-517, 37 CFR 1.20(e)-(g), miscellaneous fees
and charges, 37 CFR 1.21, and international applica-
tion fees, 37 CFR 1.445.

Public Law 97-247 gave the Commissioner authori-
ty to establish regulations defining independent inven-
tors and nonprofit organizations. These definitions
have been established as 37 CFR 1.9 (c) and (e). The
Small Business Administration was given authority to
establish the definition of a small business concern.
This definition is published in 37 CFR 1.9(d). A small
entity for purposes of paying reduced fees is defined
in 37 CFR 1.9(f) as an independent inventor, a smail
business concern or a nonprofit organization.

§ 1.9 Definitions.

(a) A national application as used in this chapter means a U.S.
national application for patent which was either filed in the Office
under 35 U.S.C. 111 or which resulted from an international appli-
cation after compliance with 37 CFR 371.

(b) An international application as used in this chapter means an
international application for patent filed under the Patent Coopera-
tion Treaty prior to entering national processing at the Designated
Office stage.

{c) An independent inventor as used in this chapter means any
inventor who (1) has not assigned, granted, conveyed, or licensed,
and (2) is under no obligation under contract or law to assign,
grant, convey, or license, any rights in the invention to any person
who could not likewise be classified as an independent inventor if
that person had made the invention, or to any concern which
would not qualify as a small business concern or a nonprofit organi-
zation under this section.

(d) A small business concern as used in this chapter means any
business concern as defined by the Smail Business Administration in
13 CFR 121.3-18, published on September 30, 1982 at 47 FR 43273.
For the convenience of the users of these regulations, that defini-
tion states:
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§ 121.3-18 Definition of small business for paying reduced patent fees
under Title 35, U.S. Code.

(a) Pursuant to Pub. L. 97-247, a small business concern for pur-
poses of paying reduced fees under 35 U.S. Code 41 (a) and (b) to
the Patent and Trademark Office means any business concern (1)
whose number of employees, including those of its affiliates, does
not cxeeed 500 persons and (2) which has not assigned, granted,
conveyed, or licensed, and is under no obligation under contract or
law to assign, grant, convey or license, any rights in the invention
to any person who could not be classified as an independent inven-
tor if that person had made the invention, or to any concern which
would not qualify as a small business concern or a nonprofit organi-
zation under this section. For the purpose of this section concerns
are affiliates of each other when either, directly or indirectly, one
concern controls or has the power to contro! the other, or a third
party or parties controls or has the power to control both. The
number of employees of the business concern is the average over
the fiscal year of the persons employed during each of the pay peri-
ods of the viscal year. Employees are those persons employed on a
full-time, part-time or temporary basis during the previous fiscal
year of the concern.

(b} If the Patent and Trademark Office determines that a concern
is not eligible as & small business concern within this section, the
concern shall have a right to appeal that determination to the Small
Business Administeation. The Patent and Trademark Office shall
transmit its written decision and the pertinent size determination file
to the SBA in the event of such adverse determination and size
appeal. Such appeals by concerns should be submitted to the SBA
at 1441 L Street, NW., Washington, D.C. 26416 (Auention: SBA
Office of General Counsel). The appeal should state the basis upon
which it is claimed that the Patent and Trademark Office initial size
determination on the concern was in error; and the facts and argu-
ments supporting the concern's claimed status as a small business
concern under this section.

(@) A nonprofit organization as used in this chapter means (1) a
university or other institution of higher education located in any
country; (2) an organization of the type described in section
S01(cY3) of the Internal Revenue Code of 1954 (26 U.S.C.
501(c}(3)) and esempt from taxation under section 501(a) of the In-
ternal Revenue Code (26 U.S.C. 501(g)); (3) any nonprofit scientific
or educational organization qualified under a nonprofit organization
statute of a state of this country (35 U.S.C. 201(i)); or (4) any non-
profit organization located in a foreign country which would quali-
fy as a nonprofit organization under paragraphs (e) (2) or (3) of this
section if it were focated in this country.

(fy A small entity as used in this chapter means an independent
inventor, a small business concern or a nonprofit organization,

INDEPENDENT INVENTOR

Section 1.9(c) of 37 CFR defines an independent in-
ventor as amy inventor who (1) has not assigned,
granted, conveyed, or licensed, and (2} is under no
obligation under contract or law to assign, grant,
convey, or license, any rights in the invention to any
person who could not likewise be classified as an in-
dependent inventor if that person had made the inven-
tion, or to any concern which would not qualify as a
small business concern or a nomprofit organization.
Once an individual sole inventor, or one of several
joint inventors, has assigned, granted, conveyed, or li-
censed, or comes under an obligation to assign, grant,
convey, or license, any rights to the invention to
anyone who could not likewise obtain status as a
small entity, the inventor(s) will no longer be entitled
to pay fees in the amounts established for an inde-
pendent inventor (§ 1.9(c)).

Rights in the invention include the right to make,
use or sell the invention or the right to exclude others
from making, using or selling the invention. There-
fore, for example, status as a small entity is lost by an
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inventor who has transferred or has an obligation to
transfer a shop right to an employer who could not
quality as a small entity.

Section 1.9(c) permits an individual inventor to
make an assignment, grant, conveyance, or license of
partial rights in the invention to another individual or
individuals who could qualify as an independent in-
ventor or inventors if they had made the invention. In
addition, § 1.9(c) permits an individual inventor to
make an assignment, grant, conveyance, or license of
partial rights in the invention to a small business con-
cern or nonprofit organization. Under the circum-
stances described in the previous two sentences the
individual inventor could still qualify as an independ-
ent inventor. However, if the independent inventor
assigned, granted, conveyed, or licensed, or came
under an obligation to assign, grant, convey, or li-
cense, any rights to the invention to any individual or
organization which could not qualify as a small entity
(§ 1.9(f)), then the inventor would no longer qualify
as an independent inventor.

SMaLL BUSINESS CONCERN

Section 1.9(d) of 37 CFR provides that, in order to
be a small business, the number of employees of the
concern, including those of its affiliates, may not
exceed 500 persons. Concerns are affiliates of each
other when either, directly or indirectly, one concern
controls or has the power to control the other, or a
third party or parties controls or has the power to
control both, For discussion and cxample of what
constitutes “control” see the regulations of the Small
Business Administration (I3 CFR 121.3-2). The
number of employees of a business concern is deter-
mined by counting the number of persons of the con-
cern and its affiliates employed on a full-time, part-
time or temporary basis during the previous fiscal
year of the concern and of its affiliates. The number
of employees is the average over the fiscal year of the
persons employed during each of the pay periods of
the fiscal year.

The definition also requires a small business for this
purpose to be one “which has not assigned, granted,
conveyed, or licensed, and is under no obligation
under contract or law to assign, grant, convey, or li-
cense, any rights in the invention to any person who
could not be classified as an independent inventor if
that person had made the invention, or to any con-
cern which would not qualify as a small business con-
cern or a nonprofit organization under this section.”

NONPROFIT ORGANIZATIONS

Section 1.9(e) of 37 CFR defines a nonprofit orga-
nization by utilizing and broadening the definition
contained in 35 U.S.C. 201(i). The term “university or
other institution of higher education” as used in
€ 1.9(e) means an educational institution which (1)
admits as regular students only persons having a cer-
tificate of graduation from a school providing second-
ary education, or the recognized equivalent of such a
certificate, (2) is legally authorized within the jurisdic-
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tion in which it operates to provide a program of edu-
cation beyond secondary education, (3) provides an
educational program for which it awards a bachelor’s
degree or provides not less than a two-year program
which is acceptable for full credit toward such a
degree, (4) is a public or other nonprofit institution,

and (3) is accredited by a nationally recognized ac- -

crediting agency or association. The definition of
“university or other institution of higher education”
as set forth herein essentially follows the definition of
“institution of higher education” contained in 20
U.S.C. 1141(a). Institutions which are strictly research
facilities, manufacturing facilities, service organiza-
tions, etc., are not intended to be included within the
term “other institution of higher education” even
though such institutions may perform an educational
function or publish the results of their work.

Nonprofit organizations also include organizations
of the type described in section 501(c)(3) of the Inter-
nal Revenue Code of 1954 (26 U.S.C. 501(c)X3)) and
which are exempt from taxation under 26 U.S.C.
501(a). Organizations described in 26 U.8.C. 501(cX3)
include corporations, and any community chest, fund,
or foundation, organized and operated exclusively for
religious, charitable, scientific, testing for public
safety, literary, or educational purposes, or to foster
national or international amateur sports competition
(but only if no part of its activities involve the provi-
sion of athletic facilities or equipment), or for the pre-
vention of cruelty to children or animals, no part of
the net earnings of which inures to the benefit of any
private shareholder or individual, no substantial part
of the activitics of which is carrying on propaganda,
or otherwise attempting to influence legislation and
which does not participate in, or intervene in (includ-
ing the publishing or distributing of statements), any
political campaign on behalf of any candidate for
public office.

LocaTion oF SMALL ENTITY

Small entities may claim reduced fees regardless of
the country in which they are located. There is nio re-
striction requiring that the independent inventor,
small business concern or nomprofit organization be
located in the United States. The same definitions
apply to all applicants equally in accordance with the
Paris- Convention for the Protection of Industrial
Property.

TraNsFER OF RIGHTS

With regard to transfer of rights in the invention,
the rights in question are those in the United States to
be covered by the application or patent. Transfer of
rights to a Japanese patent, for example, would not
affect small entity status if no rights in the Uniied
States patent were likewise transferred.

The payment of reduced fees under section 4! (a)
and (b) of Title 35, United States Code, is limited to
those situations in which all of the rights in the inven-
tion are owned by small entities, i.e., independent in-
ventors, small business concerns, or nonprofit organi-
zations. To do otherwise would be clearly contrary to
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the intended purpose of the legislation which contains
no indication that fees are to be reduced in circum-
stances where rights are owned by non-small entities.
For example, a non-small entity is not permitted to
transfer patent rights to a small business concern
which would pay the reduced fees and grant an ex-
clusive license to the non-small entity.

If rights transferred to a non-small entity are later
returned to a small entity so that all rights are held by
small entities, reduced fees may be claimed.

The term “license’ in the definitions includes non-
exclusive as well as exclusive licenses and royalty free
as well as royalty generating licenses. Implied licenses
to use and resell patented articles purchased from a
small entity, however, will not preclude the proper
ciaiming of small entity status. Likewise, an order by
an applicant to a firm to build a prototype machine or
product for the applicant’s own use is not considered
to constitute a license for purposes of the definitions.

RiGHTS HELD BY GOVERNMENT ORGANIZATIONS

Also, although the Federal government agencies do
not qualify as nonprofit organizations for paying re-
duced fees under the rules, a license to a Federal
agency resulting from a funding agreement with the
agency pursuant to 35 U.S.C. 202(c)}(4) will not pre-
clude the proper claiming of small entity status.

Public Law 96-517 added a new chapter 38 of Title
35 of the United States Code entitled “Patent Rights
in Inventions Made With Federal Assistance.” Under
the provisions of the statute, each funding agreement
between a Federal agency and an individual, small
business firm or nonprofit organization must provide,
inter alia, that *. . . the Federal agency shall have a
nonexciusive, nontransferable, irrevocable, paid up li-
cense to practice or have practiced for or on behalf of
the United States any subject invention . . .” See 35
U.S.C. 202(c)(4).

Under the provisions of 37 CFR 1.9 and 1.27, an in-
dependent inventor, small business concern or non-
profit organization cannot qualify for reduced patent
fees if it has assigned, granted, conveyed or :icensed
or is under an obligation under contract or law to
assign, grant, convey or license any rights in the in-
vention to other than an individual who could be
classified as an independent inventor if that person
had made the invention, a small business concern or a
nonprofit organization. The Federal agencies do not
qualify as nonprofit organizations for paying reduced
patent fees under the rules. Applying this construction
to the licensing of an invention to a Federal agency
by an independent inventor, small business concern or
nonprofit organization pursuant to a funding agree-
ment under 35 U.S.C. 202(c)(4) would preclude their
qualifving for paying reduced fees. This, however,
would frustrate the intent of Public Law 97-247 and
Public Law 96-517 when taken together.

Government organizations as such, whether domes-
tic or foreign, cannot qualify as nonprofit organiza-
tions as defined in § 1.9(e). Thus, for example, a gov-
ernment research facility or other government-owned

500-12




RECEIPT AND HANDLING OF MAM._ AND PAPERS

corporation could not qualify. Section 1.9(e) was
based upon 35 U.S.C. 201(i), as established by Public
Law 96-517. The limitation to “an organization of the
type described in section 501(c)(3) of the Internal
Revenue Code of 1954 (26 U.S.C. 501(cX3)) and
exempt from taxation under section 501(a) of the In-
ternal Revenue Code (26 U.S.C. 501(a))” would by its
nature exclude the U.8. government and its agencies
and facilities, including research facilities and govern-
ment corporations. State and foreign governments and
governmental agencies and facilities would be similar-
ly excluded. Section 1.9(e) of 37 CFR is not intended
to include within the definition of a nonprofit organi-
zation government organizations of any kind located
in any country. A university or other institution of
higher education located in any country would quali-
fy, however, as a “nonprofit organization” under
§ 1.9(e) even though it has some government affili-
ation since such institutions are specifically included.

A wholly owned subsidiary of a nonprofit organiza-
tion or of a university is considered a part of the non-
profit organization or university and is not precluded
from qualifying for small entity status.

509.03 Claiming Small Entity Status

37 CFR 1.27 Statement of status as small entity.

(a) Any person seeking to establish status as a small entity
(§ 1.9(F) of this part) for purpases of paying fees in an application or
2 patent must file a verified statement in the application or patent
prior to or with the first fee paid as o smull entity. Such a verified
statement need only be filed once in an application or patent and
remains in effect until changed.

(b) Any verified statement filed pursvant to paragraph (a) of this
section on behalf of an independent inventor must be signed by the
independent inventor except as provided in §§ 1.42. 1.43, or 1.47 of
this part, and must aver that the inventor qualifies as an independ-
ent inventor in accordance with § 1.9(c) of this part. Where there
are joint inventoss in an application, each inventor must file a veri-
fied statement establishing status as an independent inventor in
order to qualify as 2 small entity. Where any rights have been as-
signed, granted, conveyed, or licensed, or these is an obligation to
assign, grant, convey, or ficense, any rights to a small business con-
cern, a nonprofit organization, or any other individual, a verified
statement must be filed by the individual, the owner of the small
business concern, or an official of the small business concern or
nonprofit organization empowered to act on behalf of the small
business concern or nonprofit organization averring to their status,

(c) Any verified statement filed pursvant to paragraph (a) of this
section on behalf of a small business concern must (1) be signed by
the owner or an official of the small business concern empowered
to act on behalf of the concern; (2) aver that the concern qualifies
as a small business concern as defined in § 1.9(d); and (3) aver that
exclusive rights to the invention have been conveyed to and remain
with the small business concern, or if the rights are not exclusive,
that all other rights belong to small entities as defined in §1.9.
Where the rights of the small business concern as a small entity are
not exclusive, a verified statement must also be filed by the other
small entities having rights averring to their status as such.

(d) Any verified statement filed pursuant to paragraph (a) of this
section on behalf of 2 nonprofit organization must (1) be signed by
an official of the nonprofit organization empowered to act on
behalf of the organization; (2) aver that the organization qualifies as
4 nonprofit organization as defined in § 1.9(e) of this part specifying
under which one of § 1.9(e)(1), (eX2). (e}(3), or (e}(4) of this part
the organization qualifies; and (3) aver that exclusive rights to the
invention have been conveyed to and remain with the organization
or if the rights are not exclusive, that all other rights belong to
small entities as defined in § 1.9 of this part. Where the rights of the
aonprofit organization as 2 small entity are not exclusive, a verified
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statersent must also be filed by the other small entities having rights
averring to their status as such.

37 CFR 1.27 provides in paragraph (a) that any
person seeking to establish status as a small entity, as
defined in § 1.9(f) for the purpose of paying reduced
fees, must file a statement to that effect prior to or
with the payment of the first fee paid as a small
entity. Paragraph 1.27(b) provides specifically for in-
ventors filing statements claiming status as independ-
ent inventors.

Paragraph 1.27(c) provides for claiming status as a
small business concern.

Paragraph 1.27(d) provides for claiming status as a
nonprofit organization. Under 37 CFR 1.27, as long as
all of the rights remain in small entities, the fees estab-
lished for a small entity can be paid. This includes cir-
cumstances where the rights were divided between an
independent inventor, a small business concern and a
nonprofit organization or any combination thereof.

The statement claiming small entity status must be a
verified statement, i.e., an oath or declaration. It is
not required that a new verified statement be filed
with each fee paid, but rather, once a statement is
filed in an application or patent, small entity status re-
mains in the application or patent until the Office is
notified of a change in status. Notification of change
in status is required by 37 CFR 1.28(b).

A verified statement is required to be filed in each
application or patent in which it is desired to pay re-
duced fees except for those filed under 37 CFR 1.60.
Applications filed under § 1.60 may include reference
to a verified statement in a parent application if status
as a small entity is still proper and desired.

The rules do not authorize a patent attorney to sign
a verified statement establishing status as a small
entity on behalf of a client. The client has to sign the
verified statement. Paragraph (b) of 37 CFR 1.27 re-
quires that any verified statement filed on behalf of an
independent inventor must be signed by the independ-
ent invenior except as provided in §§ 1.42, 1.43, or
1.47. Paragraphs (c) and (d) of 37 CFR 1.27 require
that any verified statement filed on behalf of a small
business concern or nonprofit organization must be
signed bv an official of the concern or nonprofit orga-
nization empowered to act on behalf of the concern
or organization.

The term “official” is intended to include any offi-
cer, employe, or part-owner empowered to act on
behalf of a small business concern or nonprofit organi-
zation. For example an officer or employee of a cor-
poration empowered to act for the corporation by its
board of directors would be qualified to sign such a
verified statement. The intent of paragraphs (b)-(d) of
37 CFR 1.27 is that the verified statement be signed
by the person in the best position to know the facts as
to whether or not status as a small entity can be prop-
erly established. insofar as the attorney’s responsibil-
ities and duty to investigate are concerned, these do
not differ from those previously owed the Office
under 37 CFR 1.56, 1.346, and 1.555.
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37 CFR 1.28 Effect on fees of failure to establish status, or chénge
status, as a small entity.

{a) The failure to establish status as a small entity (§§ 1.9(f) and
1.27 of this part) in any application or patent prior to paying, or at
the timme " paying, any fee (I} precludes payment of the fee in the
amoum <siedlished for smalfl entities; and (2) precludes a refund
pursuant to § 1.26 of this part of any portions of fees paid prior to
establshing status as a small entity. Status as a small entity is
waived for any fee by the failure to establish the status prior to
paying, or at the time of paying the fee. Status as a small entity
must be specifically established by a verified statement filed in each
application or patent in which the status is available and desired,
except those applications filed under § 1.60 of this part where the
status as 2 small entity has been established in a parent application
and is still proper. Once status as a small entity has been established
in an application or patent, the status remains in that application or
patent without the filing of a further verified statement pursuant to
§ 1.27 of this part unless the Office is notified of a change in status.
Status as a small entity in one application or patent does not affect
any other application or patent, including applications or patents
which are directly or indirectly dependent upon the application or
patent in which the status has been established, except those filed
under § 1.60 of this part. Applications filed under § 1.60 of this part
must include a reference (o & verificd statement in & parent applica-
tion is status as a small entity is stifl proper and desired.

(b) Once status as a small entity has been established in an appli-
cation or patent, fecs as a smali entity may thereafter be paid in that
application or patent without regard to a change in status until the
issue fee is due or any maintenance fee is due. Notification of any
change in status resulting in loss of entitlement to small entity status
must be filed in the application or patent prior to paying, or at the
time of paying, the earliest of the issue fee or any maintenance fee
due after the date on which status as a small entity is no longer
appropriate pursuant to § 1.9 of this part. The notification of
change in status may be signed by the applicant, any person author-
ized to sign on behalf of the assignee, or an attorney or agent of
record or acting in a representative capacity pursuant to § 1.34(a)

of this part.
(c) If status as 2 small entity is established in good faith, and fees

as a small entity are paid in good faith, in any application or patent,
and it is later discovered that such status as a small entity was es-
tablished in error or that throwgl, citor the Office was not notified
of a change in status as required by paragraph (b} of this section,
the error will be excused (1) if any deficiency between the amount
paid and the amount due is paid within three months after the date
the error occurred or (2) if any deficiency between the amount paid
and the amount due is paid more than threec months after the date
the error occurred and the payment is accompanied by a verified
statement explaining how the error in good faith occurred and how
and when it was discovered.

(d¥1) Any attempt to fraudulently (i) established status as a small
entity or (i) pay fees as 2 small entity shall be considered as a fraud
practiced or attempted on the Office. (2) Improperly and through
gross negligence (i) establishing status as 2 small entity or (ii)
paying fees as a small entity shall be considered as a fraud practiced
or attempted on the Office. See §§ 1.56(d) and 1.555 of this part.

Section 1.28 provides guidance to the effect of fail-
ure to establish, or notify the Office of any change
from small entity status. Paragraph 1.28(a) provides
that once status as a small entity has been established
in an application or patent, the status remains in that
application or patent without the filing of a further
verified statement pursuant to 37 CFR 1.27, unless the
Office is notified of a change in status. Under para-
graph 1.28(a), status as a small entity in one applica-
tion or patent does not affect any other application or
patent except in applications filed under 37 CFR 1.60
where a reference is made to a verified statement in a
parent application. Paragraph 1.28(b) requires that no-
tification of any change in status resulting in loss of
entitlement to small entity status be filed in the appli-
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cation or patent prior to paying, or at the time of
paying, the earliest of the issue fee or any mainte-
nance fee due after the date on which status as a small
entity is no longer appropriate. Notification is not re-
quired if rights to an invention are transferred from
one small entity to another small entity but small
entity status is not lost thereby. This means that only
four checks are required during the pendency and
term of a patent after initial establishment of smali
entity status if such establishment was made prior to
payment of the issue fee.

The Office will ordinarily require verified state-
ments claiming small entity status only from parties
holding rights in the invention. For example, if an in-
dependent inventor has transferred all rights in the in-
vention to a small business concern, the Office will
not require a verified statement from the inventor as
well as from the small business concern. A verified
statement from the independent inventor, however,
will be required in the situation where all rights in the
invention have been transferred to an individual who
files the verified statement form entitled “Verified
Statement (Declaration) By a Non-inventor Support-
ing A Claim by Another For Small Entity Status”.
The language of this latter form clearly shows that it
is meant to be filed in addition to another verified
statement form.

No confirming statement is required where there
has been no change in small entity status. Paragraph
{c) of 37 CFR 1.28 requires a verified statement ex-
plaining how error in good faith establishing small
entity status and paying fees as a small entity oc-
curred only in situations where the error is not cor-
rected within three months of the date on which the
error occurred. This will reduce paperwork and pro-
vides a three-month grace period to correct errors
with no explanations required for correction during
that three-month period.

Section 1.28 of 37 CFR also provides guidance as
to the effect of improperly establishing status as a
small entity. The intent of the reduced fees for small
entities is to soften the impact of the fee increases
under § 41(a) and (b) of Title 35, United States Code,
as such sections are amended by Public Law 97-247,
upon those who are least able to absorb the increased
fees without overall damage to their ability to partici-
pate in the patent system through the filing, issuing
and maintaining of patents. Accordingly, any attempt
to improperly establish status as a small entity will be
viewed as a serious matter by the Office and para-
graph 1.28(d) indicates that any attempt to fradulently
establish status as a small entity or pay fees as a small
entity will be considered as a fraud practiced or at-
tempted on the Office. In addition, improperly and
through gross negligence establishing status as a small
entity or paying fees as a small entity will be consid-
ered as a fraud practiced or attempted on the Office.
Normaily, the Office will not question a claim to
status as a small entity. However, if the Office must
resolve such an issue in a question arising before it,
the Office will look to the actual or practical status of
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e individual or organization claiming status as a
small entity rather than the professed or apparent
status.

The requirement for filing verified statements
claiming small entity status was modified by the Com-
missioner in Official Gazette Notices published Octo-
ber 26, 1982 at 1023 O.G. 77 and February 15, 1982 at
1027 O.G. 115. These notices waive 37 CFR 1.28(a)
to the extent indicated in the notices for an indefinite
period pending consideration by the Patent and
Trademark Office of the feasibility of implementing
via the rulemaking process, a practice similar to that
set forth in the notices.

Any verified statement claiming small entity status
will be accepted as timely filed if (1) the first fee in a
patent application has been paid on or after October
I, 1982 in the amount established for a non-small
entity and (2) such verified statement is filed within 3
months of the date of payment of the first fee in a
patent application paid on or after October 1, 1982, If
such a verified statement is timely filed within three
months of the date of payment of the first fee paid on
or after October 1, 1982 the statement will be treated
as though it were present on the date the fee was
paid. The correct amount of the fee will be deter-
mined and any excess will be refunded upon request.

This practice applies to the first fee paid on or after
October 1, 1982 in a particular application. This first
fee may be a filing fee, extension fee, additional claim
fee or any other fee. The practice applies to all appli-
cations, even those filed prior to October 1, 1982. The
payment of the first fee in the non-small entity
amount on or after October 1, 1982 in an application
serves to start the three month period for filing a veri-
fied statement claiming small entity status. There is no
provision for filing a small entity reduced fee and
then following with the verified statement at a later
date.

Request for refunds, along with the verified state-
ments, should be addressed to the Commissioner of
Patents and Trademarks, Washington, D.C. 20231,
and directed to the attention of the Refund Section,

509.03

Accounting Division, Office of Finance. Such re-
quests should refer to the O.G. notices mentioned
above.

The Patent and Trademark Office does not give ad-
visory opinicns as to whether or not a specific indi-
vidual or organization qualifies for status as a small
entity. In establishing reduced fees for independent in-
ventors, small business concerns and nonprofit organi-
zations, the Congressional consideration of the legisla-
tion which became Public Law 97-247 indicated an
intent that the Patent and Trademark Office rely ex-
clusively on a self-certification that a patent applicant
qualifies as an independent inventor, small business
concern, or nonprofit organization. In addition, it was
also stated during Congressional consideration of the
legislation that no additional resources would be re-
quired to administer the system whereby fees would
be reduced for small entities.

In view of the intent expressed during Congression-
al consideration of the legislation it would be inappro-
priate for the Patent and Trademark Office to give
advisory opinions as to entitlement to small entity
status. Accordingly, any person seeking to establish
status as a small entity for purposes of paying fee in
an application or patent must file the verified state-
ment required by 37 CFR 1.27 and in so doing is sel{-
certifying entitlement to small entity status.

Small entity status must not be established unless
the person or persons signing the verified statement
can unequivocally make the required self-certification.
Any appropriately signed and filed verified statement
will be consi..red by the Patent and Trademark
Office to be a self-certification.

If a verified statement claiming small entity status is
filed in a language other than English, it must be ac-
companied by a verified English translation. 37 CFR
1.69(b). A non-English language verified statement
claiming small entity status will not be given any
effect until the verified English translation is filed and
the full fees will be due until then.
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Applicant or Patentee: Attorney's
Serial or Patent No.: Docket No.:
Filed or Issued:

For:

VERIFIED STATEMENT (DECLARATION) CLAIMING SMALYL, ENTTTY
STATUS (37 CFR 1.9(f) and 1.27 (b)) - INDEPENDENT INVENTOR

As & below named inventor, I hereby declare that I qualify as an independent inventor
as defined in 37 CFR 1.9(c) for purposes of paying reduced fees under section 41(a)
and (b) of Title 35, United States Code, to the Patent and Trademark Office with
regard to the invention entitled
described in

{1 the specification filed herewith
{1 eapplication serial no. , £iled
[} patent no. , issued .

I have not assigned, granted, conveyed or licensed and am under no obligation under
contract or law to assign, grant, convey or license, any rights in the invention to
any person who could not be classified as an independent inventor under 37 CFR 1.9(c)
if that person had made the invention, or to any concern which would not qualify as a
gmall business concern under 37 CFR 1.9(8) or a nonprofit oxgan:.zaum uwnder 37 CFR

1.9(el.

Each person, concern or organization to which I have assigned, granted, conveyed, or
licensed or am under an cbligation under contract or law to assign, grant, convey, or
license any rightes in the invention is listed below:

{ ]} no such person, concern, or organization
[ ] persens, concerns or organizations listed below®

*NOTE: Separate verified statements are required fram each named
person, concern or organization having rights ¢o the invention averring
to their status as small entities. (37 CFR 1.27)

FULL W

RDDRESS ‘
{ } noIviDusL {1 SMALL BUSINESS CONCERN [ 7 NONPROFIT ORGANIZATION

FULL SAME

ADDFESS S —
[ 1 DOIVIDUAL [ ] SMALL BUSINESS CONCERN { } NOWPROFIT ORGANIZATION

FULL KRME

RUDRESS e e
[ ] DOIVIDURL { ] SMALL BUSINESS CONCERN [ ] NOWPROFIT ORGANIZATION

I acknowledge the duty to file, in this application or patent, notification of any
change in status resulting in loss of entitlement to sall entity status prior to
payving, or at the time of paying, the earliest of the issue fee or any maintenance fee
due after the date on vhich status as a small entity is no longer appropriaste. (37 CFR

l1.28(b)}

I hereby declare that all statements made herein of my own knowledge are true and that
all staterents made on information and belief are believed to be true; and further
that these statements were made with the lmowledge that willful false statements and
the like so made are punishable by fine or imprisomment, or both, under section 1001
of Title 18 of the United States Code, and that such willful false statements may
jeopardize the validity of the application, any patent issuing thereon, or any patent
¢o vhich this verified statement is directed.

NAME OF DNIVERTIOR NARE OF INVENTOR NAME OF INVENTOR
Signature of Inventor Signature of Inventor Signature of Inventor
Date Date Date
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Applicant or Patentee: Acunney's
Serial or Patent No.g Docket No.:
Filed or Issued:

For:

VERIFIED STATEMENT (DECLARATION) CLADMING SMATL ENTITY STAIUS
(37 CFR 1.9(£) ard 1.27(c}) ~ 9411 BUSINESS CONCERN

I hereby declare that I am

{ ] the omer of the small business concern identified below:
{1 an official of the mmall business concern empowered to act on behalf of the concern

identified below: )

RAVE OF CONCERN __
ADDRESS OF OONCERN

I hereby declare that the sbove identified small business concern qualifies as a small
business concern as defined in 13 CFR 121.3-18, and reproduced in 37 (FR 1.9(d), for purposes
of paying reduced fees under section 41(a) and (b) of Tiele 35, United States Code, in that
the mrber of eployees of the concern, including those of its affiliates, does not evceed
500 perscns. For purposes of this statement, (1) the mmber of employees of the business
concern 18 the average over the previous fiscal year of the concern of the persons enployed
on a full-time, part-time or terporary basis during each of the pay periods of the fiscal
year, and {2} concerns are affiliates of each other when either, directly or indirectly, ene
concern controls or has the power to control the other, cz & third party or parties controls
or has the power to control both.

I hereby daclare that rights wunder contract or law have been conveyed to and remain with the
gvall business concern identified above with regazd to the invention, entitled
by i tox (8)

described in

f 1 the specification filed herewith
{ ! epplication serizl no. s £iled .
{ ] patent no. PR T ] .

It ¢he rights held by the ebove identified small business concern are not exclusive, each
individual, eoncersn or Organization having rights ¢o the invention is listed below® and no
gights to the invention are held by any person, other than the inventor, who could not
qualify as a gmall business concern under 37 CFR 1.9(8) or by any concern vhich would not
qualify as 5 small business concern under 37 OFR 1.2(d) oz a nonprofit organization under 37
CR 1.9(e). *HOTE: Separate verified statements are reguired from each named persem,
concern or organization having rights to the invention averring to their status as mmall
entities. (37 CFR 1.27)

WRE
PODRESS e
{ 7 DiviDuAL {7 SHALL BUSDESS Concess | § NONPROFIT QRGANIZATION
ME
ADRESS SR
{ T OOIVIDOAL Y SR BUSTESS ConCEs T J NORPROFIT ORGANIZATION

I scloowledge the duty to file, in this application oz patent, notification of any change in
status gesuiting in loss of entitiement ¢o small entity status prior to paying, cr at the
time of paying, the earliest of the issve fee or any maintenance fee due after the date on

which status s & grall entity is no longer appropriate. (37 CFR 1.28(b))

1 hereby declare that all statements made herein of my own knowledge are true and that all
staterents made on information and belief ave believed to be tzue; and further that these
statements were made with the knowledge that willful false statements and the like go made
are punisheble by fine or irprisomment, or both, under section 1001 of Title 18 of the United
States Code, and that such willful falise statements may jecpardize the validity of the
gp;licatim, any patent issuing thereon, or any patent ¢o which this verified statement is

NAE OF PERSON SIGNING
TITLE OF PERSON OTHER THAN OMGR
HDDRESS OF PERSON SIGNING
SIGUTUE DATE
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licant or Patentee: ~ o -~ . Attorney's
Asg?ial or Patent No.s Docket Nos
Filed or Ismsad: v
Fors

VERIFIED STATEMENT (DECIARATION) CLAIMING &AL ENTTTY STAIUS
€37 CFR 1.9(£} and 1.270d)) ~ NOPRFEIT ORGANIZATION

1 hereby declare that I am an official erpowered to act on behalf of the nonprofit
organization identified below:

NAVE OF ORGANTZATION _
ADDRESS OF ORGANIZATIGN

TYPE OF CRGANIZATION

"] UNIVERSITY. OR OTHER INSTTTUTION OF HIGHER EDUCATION

] TAX BEPT UNDER INTERNAL REVENUE SERVICE CODE (26 USC 501(a) and 501(c) (3))

[} MNOPROFIT SCIENTIFIC CR EDUCATIONAL UNDER STATUIE OF STATE OF THE UNITED STATES™
OF AMERICA
(SE OF STATE )
(CITATION OF STAIUTE e )

[ ] WOULD QUALIPY AS TAX BXiVPr UGOER INIERWL REVENUE GERVICE CODE (26 USC 501 (a)
and 501(c) (3)) IF LOCATED IN THE UNITED STATES OF AMERICA

[ ] wWOULD QUALIFY AS ROWPROFIT SCIENTIFIC OR EDUCATIONAL UNDER STATUTE OF STATE CF
THE WNITED STATES OF AMERICA IF LOCATED IN THE UNITED STATES OF AMERICA
CNE OF STATE )
(CTTATION OF STRIULE )

I hereby declare that the nomprofit organization identified abeve qualifies as &
reaprofit crganizetion as defined in 37 CFR 1.9(e) for purposes of paying reduced feeg
wnder gection 41(a) and (b} of Title 35, Uhited States Code with regard to the invention
entitied by inventor (s)
desczibed in

1 ¢he specificstion filed herewiech
! epplication serisl so. ¢ Eiled
i1 pstent no. s ssgued .

1 herely declare that rights wnder contract er law have been conveyed to and gemain with
the sorprofit organization with regard to the sbove identified imwention.

If the rights held by the nonprofit organization are not exclusive, each individual,
cemeern 6F erganization having rights to the invention ig listed below® and mo rights ¢o
the {nvention are held by any person, other than the inventor, who could not qualify as a
eall business concern under 37 CFR 1.9(d) or by any concern vhich would not qualify as a
svall business concern under 37 GR 1.9(d) or a nonprofit organization under 37 CFR
1.9(e}. *NOTE: Separate verified staterents are required fram each named person, concern
o; orgmiudm having rights to the invention everring to their status as small entities,
{37 CGR 1.27)

AODRESS
{ § DOIVIDEAL [ T 5211 BUSDESE OiCern [ ] ROPROFIT ORCANIZATION
1BME
AIDRESS -
) DOIIRL | J5VAll BUSINESS OONCERN [ ] NOPROFIT GROPNIZATICN

1 sckiowledge the duty to file, in this application or patent, motification of any change
in stieus resulting in loss of entitlewnt to gmall entity status pricr to peylng, ez at
the tire of paying, the earliest of the issue fee or any maintenance fee due after the
date en which status as & sell entity is no longer appropriste. (37 CFR 1,26 (b))

1 hereby declare that all statements made herein of my own knowledge are true and that all
staterents made on inforration and belief are believed to be true; and further that these
staterents were rade with the lmowledge that willful felse staterents and the like o made
are punishable by fine or impriscrment, or both, under section 1001 of Title 16 of the
United States Code, and that such willful faslse statements may jeopardize the validity of
the application, any patent issuing thereon, or any patent to which this verified
staterent s d.i.uctag.’a

NAME OF PERSON SIGNING
TITLE IN ORGANIZATION
ADDRESS CF PERSCN SIGNTNG

SIGEIORE BAIE
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Applicant or Patentee: Attorney's

Serial or Patent No.: Docket No.:

Filed or Issued: _

For:

VERIFIED STATEMENT (DECLARATION} BY A NON-INVENTOR
SUPPORTING A CLAIM BY ANOTHER FOR SMALL ENMITY STRIUS

I heveby declare that I am meking this verified statement to support & claim by
for small entity status for

purposes of paying reduced fees under section 4l(a) and (b} of Title 35, United States
Code, with regard to the irwention entitled
by inventor (s)

described in

f ] the specification filed herewith
[ | application serial mo. , filed
{ ] patent no. s issued , .
I hereby declare that I wowld qualify as an independent inventor as defined in 37 CFR

1.9(c) for purposes of paying fees under section 4l{a) and (b} of Title 35, United
States Code, if I had made the above identified inventiom.

I have not assigned, granted, conveyed or licensed and am under no cbligation under

contract or law to assign, grant, convey or license, any rights in the invention to any

person wio could not be classified as an independent inventor under 37 CER 1.9(c) if
that person had mede the invention, or to any concern which would not qualify as a

mn’business concern under 37 CFR 1.9(d) or a nomprofit organization under 37 (FR
1-9(8 °
Each person, concern cr organization to which I have assigned, granted, conveyed, or
licensed or am under an cbligation under contract cr law to assign, grant, convey, or
license any rights in the invention is listed below:

{ ] no such person, concern, er organization

{ ] persons, concerns or organizations listed below®

*NOTE: Separate verified statements are reguired from each named person,
concern or organization having rights to the invention averring to their
status as gnall entities. (37 CFR 1.27)

FLL NRE
ADDRESS

7 DOIVIDUAL [ ] 5hli BUSINESS COCERN U T NONPROEIT ORGAN]ZATION
FULL 1
ADDRESS

1] DOIVIDUAL [ ] SMEll BUSINESS CONCERN [ | NONPROFIT ORGANIZATION
FULL NAME
BDDRESS

[ ] DOIVIDUAL [ ] SLL BUSINESS CONCERN [] NOPREIT ORGANIZAGION

I acknowledge the duty to file, in this spplication or patent, notification of any
change in status resulting in loss of entitlement to small entity status prior to
paying, or at the time of paying, the earliest of ¢the issue fee or any maintenance fee
{u;sa‘gﬁr the date on vhich status as @ @mall entity is no longer appropriate. (37 CFR

1 hereby declare that all statements made herein of my own knowledge are true and that
all staterents made on informstion and belief are believed to be true; and further that
these statements were made with the Imowledge that willful false statements and the
like so made are punighable by fine or imprisomment, or both, under section 1001 of
Title 18 of the United States Code, and that such willful false statements may
jecpazdize the validity of the application, any patent issuing thereon, or any patent
to vwhich this verified statarent is directed.

NAME OF PERSON SIGNING
ADDRESS OF PERSON SIGNTNG

TGRS DATE,

500-19

569.03



510 MANUAL OF PATENT EXAMINING PROCEDURE

510 Patent and Trademark Office Business
Hours

The Patent and Trademark Office working hours
are 8:30 am. to 5:00 p.m., Monday through Friday,
excluding federal holidays in the District of Colum-
bia. Outside these hours, only Patent and Trademark
Office employees are authorized to be in areas of the
Patent and Trademark Office other than the Public
Search Rooms.

The hours for the Public Search Room are 8:00
a.m. to 8:00 p.m., and the hours for the Trademark
Search Room are 8:00 a.m. to 6:00 p.m., Monday
through Friday, excluding federal holidays in the Dis-
trict of Columbia.

During working hours, all applicants, attorneys,
and other members of the public should announce
their presence to the Office personnel in the area of
their visit. In the examining groups visitors should
inform the group receptionist of their presence before
visiting other areas of the group.

REGULATIONS FOR THE PusLIC USE OF RECORDS IN
THE PuUBLIC SEARCH RooM FOR PATENTS OF THE
PATENT AND TRADEMARE OFFICE

The Patent and Trademark Office has established
Procedures and Regulations for using the facilities of
the Public Search Room for Patents. The procedures
for the Search Room include the requirement that
users obtain and show, prior to entering the Search
Room facilities, a User Pass. This pass can be ob-
tained at the receptionist’s desk in the lobby of Build-
ing 3. User Passes will be issued to persons not under
prohibition from using the search facilities who sign
an application Form and acknowledge receipt of a
copy of the noted Regulations. User Passes are non-
trar:sferable and are valid until reissue or revocation
for cause. Office employees must show their building
pass in order to enter the Public Search Room.

The procedures also include the requirement that
persons entering and exiting the Search Room use
designated lanes. Persons exiting the Search Room
will automatically pass electronic sensing equipment
designed to detect any marked documents or materi-
als being removed from the Search Room. The sens-
ing equipment is capable of detecting marked docu-
ments and materials in briefcases and parcels and
under clothing. The equipment does not use X-ray or
other high energy radiation and is, therefore, com-
pletely safe and harmless to persons, photographic
film, magnetic tape and electronic or mechanical de-
vices such as wrist watches. New patents are marked
for sensing before being placed in the Cassified files.

Whenever 4 marked document is transported past
the sensing equipment, Patent and Trademark Office
officials and the security guards will be alerted to the
removal of the document, and a gate on the exit lane
will lock. Persons triggering the alarm will be asked
to cooperate in identifying the source for the alarm.
Failure to cooperate when the alarm is triggered
could result in detention of the person, seizure of any
briefcase or the like, or other legal measures deemed
necessary and appropriate in the specific case.

The Regulations for the Search Room are reprinted
in a Regulation brochure. It is available in the Search
Room. In order to maintain an environment condu-
cive to search, the Regulations will be strictly en-
forced.

Although these procedures and Regulations may
cause some inconvenience, it is hoped that with nn-
derstanding and cooperation they will result in im-
provement in search facilities which will benefit all
participants in the U.S. patent system.

Persons violating the regulations may be denied the
use of the facilities in the Public Search Room for
Patents, and may further be subjected to prosecution
under the Criminal Code. Additionally, the name of
any person violating these regulations who is regis-
tered to practice before the Patent and Trademark
Office may be forwarded to the Solicitor for appro-
priate action under 37 CFR 1.348.

USE oF PATENT EXAMINING GROUP FACILITIES

The primary function of the Patent and Trademark
Office is the examination of applications for patents
and the issuance of valid patents based upon a search
and consideration of the best available prior art. This
can be accomplished only through maintaining strict
search file integrity within the patent examining
group facilities.

Therefore, the regulations appearing below were
established for those authorized members of the
public using the facilities of the patent examining
groups.

Although these regulations may cause some incon-
venience, it is believed that with the cooperation and
understanding of the public, a more cfficicnt and reli-
able examination system within the patent examining
groups will result.

A copy of the following *“Regulations for Users of
the Patent Examining Group Facilities,” is posted in
each of the Patent Examining Groups and the Public
Search Room for Patents:

REGULATIONS FOR USERS OF THE PATENT
ExaMINING GROUP SEARCH FACILITIES

1. Group facilities are defined as those areas in Build-
ings 2, 3, 3-4 and 4 of Crystal Plaza designated Ex-
amining Groups.

2. The use of the Group facilities for search purposes
by members of the public is strictly limited to the
search of materials not available in the Public
Search Room for Patents or the Scieniific Library
and when it does not conflict with the regular busi-
ness of Patent and Trademark personnel and only
between the hours of 8:45 am. and 4:45 p.m. on
regular business days.

3. Authorized Officials, under these Regulations, in-
clude Supervisory Patent Examiners and Examining
Group Directors.

4. Under applicable statutes and regulations, including
40 U.S.C. 486(c); 41 CFR Subpart 101-20.3; and ap-
propriate Sections of Department Organization
Orders 30-3A and 30-3B of the Department of
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Commerce, the Regulations appearing below are es-
tablished for those members of the public using the

. Group Facilities.
A. All persons using these facilities are subject to

the Regulations Governing Conduct on Feder-
al Property, as specified in 41 CFR Subpart
101-20.3.

B. All posted Official Notices are to be complied

c z 8 r

with.

A valid User Pass must be prominently dis-
played when searching in the Group Facilities.
User Passes are nontransferable and must be
«r.rrendered upon request to authorized offi-
cials.

All persons holding User Passes must register
with the Group Receptionist, unless otherwise
directed, in each Examining Group where they
search and must sign a log (e.g.. indicating
time-in, time-out, name, User Pass number,
class(es) and subclass(es) searched).

No patents, records or other documents of the
Patent and Trademark Office shall be removed
from the Group Facilities except by express
written authorization by an authorized official
in the Examining Group where the material re-
sides. Such authorization will not be given for
U.S. patents and other material readily availa-
ble through the Scientific Library.

. Smoking is not permitted except in designated

arcas.

G. No food or beverages in any form are to be

consumed except in designated areas.

Loud talking, use of radios, and any other form
of activity which may disturb other members
of the public or Patent and Trademark Office
personnei are forbidden.

. Children brought into the Group Facilities

must not be allowed to disturb others.

The presence or use of equipment such as dic-
tation equipment, reproducing machines, type-
writers and photographic equipment is prohib-
ited without prior permission from an author-
izing official in the Examining Group where
the use is intended and then is permitted where
its use does not conflict with Regulation H.

. Patents and other documents must not be re-

moved from their shoes for any reason other
than for cursory study thereof while kept in
close proximate association with the shoe and
must not be moved out of their normal se-
quence.

All patent shoes must be promptly replaced in
their proper location in the shoe case.

All textbooks, journals and the like must be re-
turned to their proper location.

The reserving of seats and/or working areas is
prohibited.

All packages, briefcases or other personal ef-
fects brought into the Group Facilities are sub-
ject to search by authorized officials upon re-
quest and must be removed when leaving the
Group Facilities.

511

P. All verbal requests for compliance with these
regulations or other posted Patents and Trade-
mark Office Notices pertaining to activity in
the Group Facilities, when made by authorized
officials, must be promptly complied with.

S. Persons violating these regulations may be denied
the use of the facilities in the Examining Groups
and Public Search Room for Patents, and may fur-
ther be subject to prosecution under the Criminal
Code. Additionally, the name of any person violat-
ing these regulations who is registered to practice
before the Patent and Trademark Office may be
forwarded to the Solicitor for appropriate action
under 37 CFR 1.348.

If any individual is observed in violation of any of
the regulations, immediate compliance should be
courteously requested. If a verbal request is not com-
plied with, a note should be made of the individual’s
name and User’s Pass number, if possible (the User’s
Pass is required to be prominently displayed) and
report the ircident to the Supervisory Primary Exam-
iner, Supervisory Patent Assistant or other appropri-
ate supervisor who will take further action.

In addition, if any individual in a search area ap-
pears to be a stranger and is not wearing a User's
Pass, some identification, such as a Building or User’s
Pass should be requested. If the individual refuses,
notify a supervisor. Consequently, all Office employ-
ees are expected to carry their Building Pass with
them at all times, especially when searching outside of
their assigned groups.

Supervisors, when aware of violations of the posted
regulations should prepare a memorandum detailing
the facts of the incident and forward this memoran-
dum to the Deputy Assistant Commissioner for Pat-
ents via their Group Director. Supervisory Pateni Ex-
aminers and Group Directors are authorized to
demand surrender of User Passes on-the-spot. If the
Supervisory Patent Examiner exercises this function,
the Group Director should be immediately notified
followed up by a memorandum as previously set
forth.

5i1 Postal Service Emergency Contingency Plan

35 U.S.C 2] Filing date and day for taking action. (a) The Com-
missioner may by rule prescribe that any paper or fee required to
be filed in the Patent and Trademark Office will be considered filed
in the Office on the date on which it was deposited with the United
States Postal Service or would have been deposited with the
United States Postal Service but for postal service interruptions or
emergencies designated by the Commissioner.

37 CFR 1.6 Receipt of letters and papers. {d) If interruptions or
emergencies in the United Statets Postal Service which have been
s0 designated by the Commissioner occur, the Patent and Trade-
mark Office will consider as filed on a particular date in the Office
any paper or fee which is: (1) Promptly filed after the ending of the
designated interruption or emergency; and (2) Accompanied by a
statement indicating that such paper or fee would have been filed
on that particular date if it were not for the designated interruption
or emergency in the United States Postal Service. Such statement
must be a verified statement if made by a person not registered to
practice before the Patent and Trademark Office.

Section 1.6(d) provides a procedure under which
papers and fees which could not be filed on a particu-
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lar date because of an interruption or emergency in
the United States Postal Service which is so designat-
ed by the Commissioner, may be promptly filed after
the ending of such a designated interruption or emer-
gency and be considered as having been filed on that
particular date. Authority for such a practice is found
in § 21(2) of Title 35, United States Code, as amended
by Pub. L. 97-247.

_ The U.S. Patent and Trademark Office is establish-
ing the following contingency plan for filing any
paper or paying any fee in the Office in the event of
an emergency caused by any major interruption in the
mail service in the United States. Upon determination
by the Commissioner of Patents and Trademarks that
such an emergency exists, a notice activating the plan
will be issued by the Commissioner. The activating
notice will be published in the Wall Street Journal
and made available by telephone at area code 703,
557-3158. Also, certain publications, patent bar
groups, and other oiganizations closely associated
with the patent system, will be notified. Termination
of the program will be similarly announced. Where
the postal emergency is not nationwide, the Commis-
sioner will designate the areas of the United States in
which the procedures outlined below will be in effect.

U.S. Department of Commerce District Offices
(formerly referred to as Department of Commerce
Field Offices) will be designated on an emergency
basis, as receiving stations for filing papers and paying
fees in the U.S. Patent and Trademark Office.

Upon determination that an emergency exists, the
following procedures may be followed: All papers
and fees should be enclosed in a sealed envelope ad-
dressed to the Patent and Trademark Office and de-
posited in one of the District Offices. Such papers
will be considered as received in the U.S. Patent and
Trademark Office on the day of deposit. The District
Office will date stamp each envelope and the accom-
panying receipt card which completely identifies the
depaosited papers. The receipt card will be returned to
the depositor. Applicants or their representatives
should assure the legibility of the date stamp.

District Office deposits should be limited to checks
in payment of issue fees, mew application papers
wherein priority dates or statutory bars may be in-
volved, amendments where the six month statutory
period for response is about to expire, trademark op-
positions, Section 8 affidavits, trademark renewals,
and to other papers for which the patent and trade-
mark statutes do not provide a remedy for failure to
obtain a particular date.

Where papers originate from overseas, it is suggest-
ed that the papers be mailed to a registered agent in
Canada, with a request that the papers be forwarded
by courier to the nearest District Office in the United
States.

In regard to pending applications, if the time for
taking any action or paying any fee expires during the
period that the Commissioner declares to be an emer-
gency, the time will be extended until one month after
the end of the emergency period, provided that such

extension does not exceed the maximum period for re-
sponse provided for in the statutes.

Since this extension of time will be automatic, there
will be no record in the individual files to.indicate
that a response filed during the extended period is in
fact timely. In order to provide a complete record,
appV-ants or their representatives should file a paper
referring to this notice in each case in which a re-
sponse is filed during the extended period.

The addresses of the Department of Commerce
District Offices, subject to subsequent changes, are as
follows:

ALABAMA

Birmingham—Gayle C. Shelton, Jr., Director, Suite 200-201, 908
South 20th Street 35205 Area Code 205 Tel 254-1331.

ALASKA

Anchorage 701 C Street, P.O. Box 32 99513, Area Code 907 Tel
271-5041.
ARIZONA
Phoenix—Donald W. Fry, Director, Suite 2950 Valley Bank
Center, 201 North Central Avenue 85073, Area Code 602 Tel
261-3285.
ARKANSAS
e Little Rock—(Dallas, Texas District)—Suite 635, Savers Federal
Building, 320 W. Capital Avenue 72201, Area Code 501 Tel 378-
5794. .

CALIFORNIA

Los Angeles—Daniel J. Young, Director, Room 800, 11777 San Vi-
cente Boulevard 90049, Area Code 213 Tel 209-6707.
¢ San Diego—110 West C Street 92101, Area Code 714 Tel 293-

5395.
San Francisco—Betty D, Neuhart, Director, Federal Building, Box
36013, 450 Golden Gate Avenuc 94102, Area Code 415 Tel 556-

5860.
COLORADO

Denver—Donald L. Schilke, Director, Room 119 Customhouse,
721 19th Street 80202, Area Code 303 Tel 837-3246.

CONNECTICUT

Hartford—Eric B. Outwater, Director, Room 610-B, Federal
Office Building, 450 Main Street 06103, Area Code 203 Tel 244-

3530.
FLORIDA

Miami—Ivan A. Cosimi, Director, Suite 224, Federal Building, 51
S.W. First Avenue 33130, Area Code 305 Tel 350-5267.

e Clearwater—128 North Osceola Avenue 33515, Area Code 813
Tel 461-0011.

e Jacksonville—3 Independent Drive 32202, Area Code 904 Tel
791-2796.

o Tallahassee—Collins Bldg.. Rm. G-20 32304, Area Code 904 Tel
488-6469.

‘ GEORGIA

Atlanta—David M. Paul, Director, Suite 600, 1365 Peachtree
Street, N.E. 30309, Arca Code 404 Tel 881-7000.

Savannah—James W. Melntire, Director, 27 E Bay Street, Box
9746 31401, Arca Code 912 Tel 944-4204,

HAWALII

Honolulu—Steven K. Cniven, Director, 4106 Federal Building,
P.O. Box 50026, 300 Ala Moana Boulevard 96850. Area Code
808 Tel 546-8694.

© Denotes Trade Specialist.
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"ILLINOIS

Chicago—Joseph F. Christiano, Director, 1406 Mid Continental
g’l;za Building, 55 East Monroe Street 60603, Area Code 312 Tel
53-4450.

INDIANA

Indianapolis—Me! R. Sherar, Director, 357 U.S. Courthouse &
Federal Office Building, 46 East Ohio Street 46204, Area Code
317 Tel 269-6124.

IowA

Des Moines—Jesse N. Durden, Director, 817 Federal Building, 210
Walnut Street 50309, Area Code 515 Tel 284-4222,

KANSAS
Wichita—P.0. Box 48, Wichite State University 67208, Area Code
316 Tel 269-6160.
KENTUCKY

Louisville—Donald R. Henderson, Director, Room 6368, U.S. Post
Office and Courthouse Building 40202, Area Code 502 Tel 582-
5066.

LOUISIANA

WNew Orlesns—Raymond E. Eveland, Director, 432 International
Teade Mart, No. 2 Canal Street 70130, Area Code 504 Tel 589-
6546,

MAINE

Augusta—1 Memorial Circle, Casco Bank Bldg. 04330, Area Code
207 Tel 622-8245.

MARYLAND

Baltimore—Carroll F. Hopkins, Director, 415 U.S. Customhouse,
Cay and Lombard Streets 21202, Area Code 301 Tel 962-3560.

MASSACHUSETTS
Boston—Francis J. O'Connor, Director, 10th Floor, 441 Stnart
Street 02116, Area Code 617 Tel 223-2312.
MICHIGAN
Detroit—Raymond K. Riesgo, Director, 445 Federal Building, 231
West Lafayette 48226, Area Code 313 Tel 226-3650.
Grand Rapids—300 Monsoe N.W., Rm. 409 49503, Area Code 616
Tel 456-2411/33.
MINNESOTA
Minneapolis—Glenn A. Matson, Director, 218 Federal Building,
110 South Fousth Street 55401, Area Code 612 Tel 725-2133.
MISSISSIPPI

Jackson—Mark E. Spinney, Director, Jackson Mail Office Ctr. Ste.
3230, 300 Woodrow Wilson Blvd. 39213, Area Code 601 Tel
960~4388.

MISSOURI

St. Louis—Donald R. Loso, Director, 120 South Central Avenue
63108, Area Code 314 Tel 425-3302-4.

Kansas City—James D. Cosok, Director, Room 1840, 601 East 12th
Street 64106, Area Code 816 Tel 374-3142.

NEBRASKA

Osnaha—George H. Payne, Director, Empire State Bldg. 1st Floor,
300 South 19th Street 66102, Area Code 402 Tel 221-3664.

NEVADA

Reno~Joseph J. Jeremy, Director, 1755 E. Plumb Lane, #152
89502, Avea Code 702 Tel 784-5203.

NEW JERSEY

Newark-~Thomas J. Murray, Director, Capital Plaza, 8th Floor,
240 West State St. 08608, Area Code 609 Tel 989-2100.

NEW MEXICO

Albuguerque—William E. Dwyer, Director, 565 Marquette Ave,,
KWW, Suite 1015 87102, Area Code 505 Tel 766-2386.

" NEW YORK

Buffalo—Robert F. Magee, Director, 1312 Federal Building, 111
West Huron Street 14202, Area Code 716 Tel 846-4191.

New York—Arthur C. Rutzen, Director, Room 3718, Federal
Office Building, 26 Federal Plaza, Foley Square 10278, Area
Code 212 Tel 264-0634.

NORTH CAROLINA
Greensboro—Joel B. New, Director, 203 Federal Buildiag, West

Market Street, P.O. Box 1950 27402, Area Code 919 Tel 378-
5345.
OHIO
Cincinnati—Gordon B. Thomas, Director, 9504 Federal Office
Building, 550 Main Street 45202, Area Code 513 Tel 684-2944,

Cleveland—Zelda W. Milner, Director, Room 600, 665 Euclid
Avenue 44114, Area Code 216 Tel 522-4750.

OKLAHOMA

Oklahoma City—Ronald L. Wilson, Director, 4024 Lincoln Boule-
vard 73105, Area Code 405 Tel 231-5302.
Tulsa—440 S. Houston St. 74127, Area Code 918 Tel 581-7650.

OREGON

Portland—Lloyd R. Porter, Director, Room 618, 1220 S.W. 3rd
Avenue 97204, Area Code 503 Tel 221-3001.

PENNSYLVANIA

Philadelphia—Robert E. Kistler, Director, 9448 Federal Building,
600 Arch Street 19106, Area Code 215 Tel 597-2850.

Pittsburgh—William M. Bradley, Director, 2002 Federal Building,
1000 Liberty Avenue 15222, Area Code 412 Tel 644-2850.

PUERTO RICO

San Juan (Hato Rey)—J. Enrique Vilella, Director, Room 659-Fed-
eral Building 00918, Area Code 809 Tel 753-4555, Ext. 555.

RHODE ISLAND

¢ Providence (Boston, Massachusetts District) 7 Jackson Walkway
02903, Area Code 401 Tel 277-2605, ext. 22.

SOUTH CAROLINA

Columbia—Johnny E. Brown, Director, Strom Thurmond Fed.
Bidg., Suite 172, 1835 Assembly Street 29201, Area Code 803 Tel
765-5345.

¢ Charleston—505, Federal Building, 334 Meeting Street 29403,
Area Code 803 Tel 577-4361.

¢ Greenville—P.O. Box 5823 Station B. 29606, Area Code 803 Tel
235-5919,

TENNESSEE

Memphis—3693 Central Ave., 38111, Area Code 901 Tel 521-4826
Nashville—Suite 1427, One Commerce Place 37239, Area Code 615
Tel 251-5161.

TEXAS

Dallas—C. Carmon Stiles, Director, Room 7AS, 1100 Commerce
Street 75242, Area Code 214 Tel 767-0542.

Houston—Felicito C. Guerrero, Director, 2625 Federal Bldg.,
Courthouse, 515 Rusk Street 77002, Area Code 713 Tel 229-
2578,

UTAH

Salt Lake City—Stephen P. Smoot, Director, U.S. Courthouse, 350

S. Main Street 84101, Area Code 801 Tel 524-5116.

VIRGINIA

Richmond—Philip A. Ouzis, Director, 8010 Federal Building, 400
North 8th Street 23240, Area Code 804 Tel 771-2246.

Dunn Loring—8100 Oak Street, Suite 32 22027, Ares Code 702 Tel
573-9460

@ Denotes Trade Specialist.
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WASHINGTON

Seat!!e=~ Bric C. Siberstein, Director, Room 706, Lake Usion
Building, 1700 Westlake Avenue North 98109, Area Code 206
Tel 442-5615.

WEST VIRGINIA

Charleston—-Roger L. Fortner, Director, 1000 New Federal Build-
311735. 500 Quarrier Street 25301, Area Code 304 Tel 343-6181, ext.

WISCONSIN

Milwaukee—Federal Bldg/U.S. Courthouse, 517 East Wisconsin
Avenue 53202, Area Code 414 Tel 291-3473,

WYOMING

Cheyenne—Lowell O. Burns, Director, 8007 O’Mahoney Federal
Center, 2120 Capitol Avenue 82001, Area Code 307 Tel 772
2151

512 Certificate of Mailing

37 CFR 1.8, Certificate of Mailing. (a) Except in the cases enu-
merated below, papers and fees required to be filed in the Patent
and Trademark Office within a set period of time wil be considered
as being timely filed if (1) they are addressed to the Commissioner
of Patents and Trademarks. Washington, D.C. 20231, and deposited
with the 1.8, Postal Service with sufficient postage as first class
mail prior to enpiration of the set period, and (2) they also include
z certificate for cach paper or fee stating the date of deposit. The
person signing the certificate shovld have reasonable basis to expect
that the correspondence would be mailed on or before the date in-
dicated. The actual date of receipt of the paper or fee will be used
for all other purposes. This procedure does not apply to the follow-
fng:

(i) The filing of a national patent applicstion specification and
drawing or other papers for the purpose of obtaining an application
filing date;

(ii) The filing of irademark applications;

(iii) The filing of agreements between parties to an interference
under 35 U.S.C. 135(c);

(ivy The filing of an affidavit showing that a mark is still in use
or containing an excuse for nonuse under section 8 (a) or (b) or sec-
tliggz( 1)2(0) of the Trademark Act, 15 U.S.C. 1058(a), 1058(b),

<k

(v) The filing of an application for renewal of a mark registration
under section 9 of the Trademark Act, 15 U.S.C. 1059;

(vi) The filing of a petition to cancel a registration of a mark
under section 14 (a) or (b) of the Trademark Act, 15 U.S.C.
1064(a), 1064(b);

(vii) The filing of an affidavit under section 15, subsection (3) of
the Trademark Act, 15 U.S.C. 1065;

{viii) The filing of a notice of election to proceed by civil action
in an inter partes proceeding under 35 U.S.C. 14] or section
21(aX1) of the Trademark Act, 15 U.S.C. 1671(2)1), in response 10
am_)ther party’s appeal to the Court of Appeals for the Federal Cir-
cuit;

{ix) The filing of a notice and reasons of appeal under 35 U.S.C.
142 or a notice of appeal under section 21(a)(2) of the Trademark
Act, 15 U.S.C. 1071(a)2);

(x) The filing of a statement under 42 U.S.C. 2182 or 42 U.SC.
2457(c); and

(xi) The filing of international applications for patent and papers
relating thereto.

(b) In the event that cosrespondence or fees are timely filed in
accordance with paragraph (aj of this section, but not received in
the Patent and Trademark Office, and the application is held 1o be
abandonied or the proceeding dismissed, terminated, or decided
with prejudice, the correspondence or fee will be considered timely
if the party who forwarded such correspondence or fee (1) informs
the Office of the previous mailing of the correspondence or fee
promptly after becoming aware of the Office action, (2) supplies an
additional copy of the previously mailed correspondence or fee and
certificate, and (3) includes a declaration under §1.68 or §2.20
which attests on a personal knowledge basis or to the satisfaction of
the Commissioner to the previous timely mailing.

A suggested format for the certificate under 37 CFR [.8(c) to be in-
cluded with the correspondence. | hereby certify that this correspond-

ence is being deposited with “fhie United States Postal Service zs
first class mail in an envelope addressed to: Commissioner of Pat-
ents and Trademarks, Washington, D.C. 20231, on Mr. Chairmian,

(Signature)

(Date)

If improper wording has been used, applicants may
be reminded of the suggested wording by including
Form Paragraph 5.02.

5.02 Format of Certificate of Mailing
Following is a suggested format for the certificate of mailing
under 37 CFR 1.8(c) which should be incluced with all correspond-

ence.

“I hereby certify that this correspondeice is being deposited with
the Usited State. Postal Service as first class mail in an envelope
addressed to: Commissioner of Patents and Trademarks, Washing-

ton, D.C. 20231, on.......... ",

Name of applicant, assignee, or Registered Representative.................
Signature.
Date
For a Pro se inventor, Form Paragraph 17.11 may
precede Form Paragraph 5.02.

17,11 Suggeszion of Certificate of Mailing, PRO SE

It is called 1o applicant’s attention that if a communication is
mailed before the response time has expired applicant may submit
the response with a “Certificate of Mailing” ir accordance with 37
CFR 1.8(a) which merely asserts that the response is being mailed
on a given date. So mailed, before the period of response has
lasped, the response is considered timely. A suggested format for a
certificate follows.

Exsmines Note:

See form paragraph 5.02.

37 CFR 1.8 and the suggested form for patent cases
established a practice before the Patent and Trade-
mark Office which is referred to as the “Certificate of
Mailing Procedure.” Under this procedure, a person
may state on certain papers directed to the Office (ex-
ceptions are stated in § 1.8), the date on which the
paper will be deposited in the United States Postal
Service. If the date of deposit is within the period for
response, the response in most instances will be con-
sidered to be timely. This is true even if the paper
does not actually reach the Office until after the end
of the period for response. The Certificate of Mailing
procedure does not apply to papers mailed in a for-
eign country.

It should be noted, however, that the Office will
continue its normal practice of stamping the date of
receipt (Mail Room Stamp) on all papers received
through the mails except those filed under § 1.10 (See
§ 513). The date stamped will also be the date which
is entered on Office records and from which any sub-
sequent periods are calculated. For example, 37 CFR
1.192 gives an appellant 2 months from the date of the
appeal to file an appeal brief. For example, if the jast
day to respond to a final rejection was November 10,
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1976, and applicant deposited a Notice of Appeal with
f?e in the U.S. mail on November 10, 1976 and so cer-
tified, that appeal is timely even if it was not received
in the Patent and Trademark Office until November
17, 1976. Since the date of receipt will be used to cal-
culate the time at which the brief is due, the brief was
due on January 17, 1977. This is 2 months .iier the
Mail Room date.

Procedure by Applicant

(A) The certification requires a signature. Specifi-
cally, if the certification appears on a paper that re-
quires a signature, two signatures are required, one
for the paper and one for the certification. Although
not specifically required by 37 CFR 1.8, it is pre-
ferred that the certificate be signed by the applicant,
assignee, or registered practitioner.

(B) When possible, the certification should appear
on a portion of the paper being submitted. However,
if there is insufficient space to make the certification
on the same paper, such as in the case of the patent
issue fec transmittal form PTO-85, the certification
should be on a separate sheet securely attached to the

per.

(C) When the certification is presented on a sepa-
rate sheet, that sheet must (1) be signed and (2) fully
identify and be securely attached to the paper it ac-
companies. The required identification should include
the serial number and filing date of the application as
well as the type of paper being filed, e.g., response to
rejection or refusal, Notice of Appeal, etc. An un-
signed certification will not be considered acceptable,

Moreover, without the proper ideniifying data, a
certification presented on a separate sheet will not be
considered acceptable if there is any question or
doubt concerning the connection between the sheet
and the paper filed.

If the sheet should become detached from the paper
and thereafter not associated with the appropriate file,
evidence that this sheet was received in the Office
can be supported by submitting 2 copy of a post card
receipt specifically identifying this sheet and the paper
and by submitting a copy of the sheet a2s originally
mailed. Attention is directed to § 503 relative to the
use of post cards as receipts.

(D) In situations wherein the correspondence in-
cludes papers for more than one application (e.g., 2
single envelope containing separate papers responding
to Office actions in different applications) or papers
for various parts of the Office (e.g., a patent issue fee
transmittal form PTO-85 and an assignment), each
paper must have its own certification as a part thereof
or attached thereto.

(E) In situations wherein the correspondence in-
cludes several papers directed to the same application
(for example, a proposed response under 37 CFR
1.116 and a Notice of Appeal), each paper should
have its own certification as a part thereof or attached
thereto.

Use of Stamped Certification

Some practitioners place the certification language
on the first page of a paper with an inked stamp. Such

a practice is encouragedbel:ausé_ the certification is
not only readily visible but also form an integral part
of the paper. '

Office Procedure

Mail Room

The Mail Room will continue to date stamp the
actual date of receipt of all papers received by mail in
the Office. No attempt will be made to retain the en-
velopes in which the papers are received or to indi-
cate o7 the papers the postal cancellation date (post
mark).

Processing Areas

When papers are received in an examining group,
the date of receipt in the group should be stamped on
the papers as at present.

The date of deposit indicated on the Certificate of
Mailing will be used by the Office only to determine
if the paper was deposited in the United States Postal
Service within the periocd for response. If the paper
was actually received in the Office within the period
for response, there is no need to refer to the Certifi-
cate, or to note the date of deposit in the U.S. mail.

iIf, however, the paper was reccived in the Patent
and Trademark Office after the end of the period for
response, the paper should be inspected to determine
if a Certificate of Mailing has been included. Where
no such Certificate is found, the paper is untimely
since applicant did not respond within the period for
response. This may result in abandonment of the ap-
plication or other loss of rights.

In those instances where 2z Certificate of Mailing
does appear in the paper or a cover letter thereto, a
check should be made to determine whether the indi-
cated date of deposit is within ihc period for response.
If the date of deposit indicated in the Certificate is
after the end of the period for response, the paper is
untimely and no notation of the date of deposit need
be made. Where the date of deposit indicated on the
Certificate of Mailing is within the period for re-
sponse, the paper should be considered to be timely
filed. A notation should be made adjacent to the
Office stamp indicating the date of receipt (Mail
Room Stamp) which notes the date of deposit stated
on the Certificate of Mailing. This notation should be
“C of Mail” followed by the date. A paper deposited
on November 10, 1976, would be noted next to the
Mail Room Stamp “(C of Mail. 11/10/76).” This no-
tation should also appear on the “Contents” portion
of the file wrapper. This notation may also be placed
on the record cards where it is considered desirable.

If the period set for taking an action in the Patent
and Trademark Office ends on a Saturday, Sunday or
Federal holiday within the District of Columbia (37
CFR 1.7), the action will be considered to be timely if
deposited in the United States mail and certified
under 37 CFR 1.8(a) on the next succeeding day
which is not a Saturday, Sunday, or a Federal holi-
day.
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It should be noted that the mailing of a paper for
the purpose of obtaining a continuation or division ap-
plication under 37 CFR 1.60 is excluded from the
Certificate of Mailing practice under 37 CFR 1.8(a)(i)
since it is considered to be the filing of a national
patent application.

All Certificates of Mailing filed in applications
should be placed in the file wrappers directly below
the papers to which they refer.

Since the delay in receiving responses is usually
small, there is no change in the time schedule used to
pull abandoned applications.

Original Mailed Paper Not Delivered

Paragraph (b) of § 1.8 concerns the situation where
a paper containing a Certificate of Mailing was timely
deposited in the U.S. mail, but never received by the
Patent and Trademark Office. This paragraph pro-
vides that the person who forwarded such a paper
may (1) inform the Office of the previous mailing of
the paper, (2) supply a duplicate copy of the previous-
ly mailed paper and Certificate of Mailing, and (3)
make a declaration which attests to the previous
timely mailing. If the conditions of paragraph (b)
have been satisfactorily fulfilled, the earlier mailed,
but unreceived paper, will be considered as having
been timely deposited on the date stated in the origi-
nal Certificate. In the examining groups, all such dec-
farations should be considered and the sufficiency
thereof determined by the Group Director.

5§13 Deposit as Express Mail With U.S. Postal
Service

IS US.C. 21 Filing date and day for taking action

(a) The Commissioner may by rule prescribe that any paper or
fee required to be filed in the Patent and Trademark Office will be
considered filed in the Office on the date on which it was deposited
with the United States Postal Service or would have been deposit-
ed with the United States Postal Service but for postal service in-
terruptions or emergencies designated by the Commissioner.

37 CFR 1.19 Filing of papers and fees by “Express Mail” with certif-
icate,

(a) Any paper or fee o be filed in the Patent and Trademark
Office can be filed wtilizing the “Express Mail Post Office to Ad-
dressee” service of the United States Postal Service and be consid-
ered as having been filed in the Office on the date the paper or fee
is shown to have been deposited as “Express Mail” with the United
States Postal Service.

(b) Any paper or fee filed by “Esxpress Mail” must have the
number of the “Express Mail” mailing label placed thereon prior to
mailing, be addressed to the Commissioner of Patents and Trade-
marks, Washingion, I3.C. 20231, and any such paper or fee must
also include a certificate of mailing by “Express Mail” which states
the date of mailing by “Espress Mail” and is signed by the person
mailing the paper or fee.

(c) The Patent and Trademark Office will accept the certificate
of mailing by "Express Mail” and accord the paper or fee the cer-
tificate date under 35 U.S.C. 21(a) without further proof of the date
on which the mailing by “Espress Mail” occusred unless 2 question
is present regarding the date of mailing. If more than a reasonable
time has elapsed batween the certificate date and the Patent and
Trademark Office receipt date or if other questions regarding the
date of mailing are present, the person mailing the paper or fee may
be required to file a copy of the "Express Mail” receipt showing
the actual date of mailing and a statement from the person who
mailed the paper or fee averring to the fact that the mailing oc-
curred on the date certified. Such statement must be a2 verified

statement if made by a person not registered to practice before the
Patent and Trademark Office. '

37 CFR 1.10 provides a procedure for assigning the
date on which any paper or fee is deposited as “Ex-
press Mail” with the United States Postal Service as
the filing date of the paper or fee in the Patent and
Trademark Office unless it was mailed on a Saturday,
Sunday, or a federal holiday within the District of
Columbia, in which case the filing date will be the
next succeeding day which is not a Saturday, Sunday,
or a federal Holiday within the District of Columbia.
Authority for the Commissioner to establish such a
procedure is provided in section 21(a) of Title 35,
United States Code, as amended by Pub. L. 97-247
for any paper or fee required to be filed in the Patent
and Trademark Office. This procedure covers the
filing of all documents, including patent and trade-
mark applications, and fees since they are required to
be filed in the Patent and Trademark Office for proc-
essing.

The procedure, in paragraph 1.10(a), requires the
use of the “Express Mail Post Office to Addressee”
service of the United States Postal Service. This serv-
ice provides for the use of a mailing label on which
the Post Office clearly indicates the date on which it
was deposited. Paragraph § 1.10(b) requires: (1) That
the number of the “Express Mail” mailing label be
placed or each paper or fee and (2) that a certificate
of mailing by “Express Mail”, signed by the person
mailing the paper or fee, be included on each paper or
fee and state the date of deposit as “Express Mail” in
the United States Postal Service. The requirement
that each paper or fee have the number of the “Ex-
press Mail” mailing label and the certificate of mailing
by “Express Mail” included thereon is necessary so
that the Patent and Trademark Office can verify
when each paper or fee was filed if questions relating
thereto arise. The number and certificate must be
placed on each separate paper and each fee transmit-
tal either directly on the document or by a separate
paper firmly and securely attached thereto. It is not
necessary that the number and certificate be placed on
each page of a particular paper or fee transmittal.
Merely placing the number and certificate in one
prominent location on each separate paper or fee
transmittal will be sufficient.

Under paragraph § 1.10(c), the Office will accord
the paper or fee the date of deposit as “Express Mail”
as the filing date without further proof unless a ques-
tion is present regarding the date of mailing. If, how-
ever, more than a reasonable time has elapsed be-
tween the certificate date and the Patent and Trade-
mark Office receipt date, or if other questions regard-
ing the date of mailing are present, paragraph
§ 1.10(c) provides that the person mailing the paper or
fee may be required to file: (1) A copy of the “Ex-
press Mail” receipt showing the actual date of mailing
and (2) a statement from the person who mailed the
paper or fee averring to the fact that the mailing oc-
curred on the date certified. Such statement must be a
verified statement {oath or declaration) unless made
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by a person registered to practice before the Patent
and Trademark Office.

The certificate of mailing procedure of § 1.8(a) con-
tinues to be available in addition to the procedure
under § 1.10.

The “Express Mail” service is seen to be praierable
to other types of postal services because a readily leg-
ible mailing date is provided to both the applicant and
the Patent and Trademark Office on the *“Express
Mail” label. Also, the labels are of uniform size and
can therefore be kept on file relatively easily by the
Office, if such is determined to be necessary or desir-
able. Registered mail and certified mail, on the other
hand, provide only a postmark for the mailing date
when such mail arrives in the Patent and Trademark
Office and such postmarks are often illegible, Also,
such mail arrives in various size envelopes which do

not easily lend thenselves to being filed so that the
postmark may be retained. Administrative burdens in-
cluding lack of certainty of mailing date and storage
are considered greater for registered or certified mail
than for “Express Mail”.

In those cases where the procedure has not been
properly followed, e.g., the certificate is illegible, im-
properly worded, unsigrcd, or does not provide the
“Express Mail” label number, the date stamped on the
papers will be the date ~f actual receipt in the Office.
If the filing date of an application is involved, appli-
cants may wish to file a petition, accompanied by the
petition fee (§ 1.17(h)) presenting whatever arguments
and evidence he or she may have that the application
is entitled to a filing date as of the date it was sent by
“Express Mail”.
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