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2201 Introduction [R-4]

Statutory basis for citation of prior patents or print-
ed publications in patent files and reexamination of
patents became available on July 1, 1981, as a result
of new sections 301-307 of title 35 United States
Code which were added by Public Law 96-517 en-
acted on December 12, 1980. The rules of practice in
patent cases relating to reexamination were initially
promulgated on April 30, 1981, at 46 Fed. Reg.
24179-24180 and on May 29, 1981, at 46 Fed. Reg.
2917629187, s*#

This Chapter is intended to be primarily a guide for
Patent and Trademark Office personnel on the proc-
essing of prior art citations and reexamination re-
quests. Secondarily, it is to also serve as a guide on
the formal requirements for filing such documents in
the Office.

The flow chart which follows shows the general
provisions of both the citation of prior art and reex-
amination proceedings including reference to the per-
tinent rule sections.
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CITATION OF PRIOR ART AND REEXAMINATION OF PATENTS 2208

2292 - Cltation of Prior Art

35 USC 301 C:tan‘on of pnor ant.. Any person at' any tlme my
cite to the Office in writing prior art consisting of patents or print-
ed publications which that person believes to have a 'bearing on the
patentability. of any. cleim of a particular patent. If-the persos ex-
plsins in writing the pertinency. and manner of applymg such prior
art to at lesst one claim of the patéent, the citation of such prior arnt
and the explanation thereof will become a part of the official file of
the patent. At the written request of the person citing the prior art,
bis or her identity will be excluded from the patent file and kept
confidential.

37 CFR 1.501 Citation of prior art in patent files. (a) At any time
during the period of enforceability of 2 patent, any person may cite
to the Patent and Trademark Office in writing prior art consisting
of patents or printed publications which that person states to be
pemacm end applicable to the patent and believes to have 2 bear-
ing on the patentability of any claim of a particular patent. If the
citation is made by the patent owner, the explanation of pertincucy
and applicability may include an explanation of how the claims
differ from the prior art. Citations by the patent owner under
§ 1.555 and by s reexamination requester under either §1.510 or
§ 1.535 wiil be entered in the patent file during a reexamination
proceeding. The entry in the patent file of citations submitted after
the date of an order to reexamine pursuant to § 1.525 by persous
other than the patent owner, or 2 reexsmination requester under
either § 1.510 or § 1.535, will be delayed until the reexamination
proceedings have been terminsted.

(b) If the person making the citation wishes his or her ldenuty to
be excluded from the patent file and kept confidential, the citation
pepers musi be submitted without any identification of the person
msking the submission.

(c} Citation of patents or printed publications by the public in
patent files should either (1) reflect that a copy of the same has
been mailed to the patent owner at the address as provided for in
§ 1.33(c}; or in the event service is not possible (2) be filed with the
Office in duplicate.

Prior art in the form of patents or printed publica-
tions may be cited to the Patent and Trademark
Office for placement into the patent files. Such cita-
tions may be made without payment of a fee. Cita-
tions of prior art may be made separate from and
without a request for reexamination.

The basic purpose for citing prior art in patent files
is to inform the patent owner and the public in gener-
al that such patents or printed publications are in ex-
istence and should be considered when evaluating the
validity of the patent claims. Placement of citations in
the patent file along with copies of the cited prior art
will also insure consideration thereof during any sub-
sequent reissue or reexamination proceeding.

The citation of prior art provisions of 35 U.S.C. 301
and 37 CFR 1.501 do not apply to citations or pro-
tests filed in pending applications.

2203 Persons Who May Cite Prior Art

The patent owner or any member of the public may
submit prior art citations of patents or printed publi-
cations to the Patent and Trademark Office. 35 U.S.C.
301 states that “Any person at any time may cite to
the Office. . . .

“Any person” may be corporate and governmental
entities as well as individuals.

If a person citing prior art desires his or her identi-
ty to be kept confidential, such a person need not
identify himself or herseif.

“Any person” includes patentees, licensees, reexam-
ination requesters, real parties in interest, persons
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without a'real interest and persons acting’ for real par-

ties ‘in interest without a need to ldentnfy the real
party of interest. -

The statute irdicates: that “at the written requ&ct of
the person citing the prior art, his ‘'or her identity will
be excluded: from the: patent file and kept confiden-
tial”. Although an attempt will be made to exclude
any such papers from the public files, since the review

‘will be mainly clerical in nature, complete assurance

of such exclusion cannot be given. Persons citing art
who desire to remain confidential are therefore ad-
vised to not identify themselves anywhere in their
papers.

Conlfidential citations should include at least an un-
signed statement indicating that the patent owner has
been sent a copy of the citation papers. In the event
that it is not possible to serve a copy on the patent
owner, a duplicate copy should be filed with the
Office. ‘

Patent examiners should not §, at their own initia-
tive,¢ place, or forward for placement, in the patent
file any citations of prior art. Patent examiners are
charged with the responsibility of making decisions as
to patentability for the Commissioner. Any activity by
examiners which would appear to indicate that patent
claims are not patentable, outside of those cases pend-
ing before them, is considered to be inappropriate.

2204 Time for Filing Prior Art Citations [R-4]}

Citations of prior art may be filed “at any time”
under 35 U.S.C. 301. However, this period has been
defined by rule (*$37 CFR¢ 1.501(a)) to be “any time
during the period of enforceability of a patent”. The
period of enforceability is the length of the term of
th: patent (normally 17 years for a utility patent) plus
the six years under the statute of limitations for bring-
ing an infringement action. In addition, if litigation is
instituted within the period of the statute of limita-
tions, citations may be submitted after the statute of
limitations has expired, as long as the patent is still en-
forceable against someone. Also, while citations of
prior art may be filed at any time during the period of
enforceability of the patent, citations submitted after
the date of any order to reexamine by persons other
than the patent owner, or a reexamination requester
who also submits the fee and other documents re-
quired under *$37 CFR¢ 1.510, or in a response under
*$37 CFR¢ 1.535, will not be entered into the patent
file until the pending reexamination proceedings have
been terminated. (37 CFR 1.501(a)). Therefore, if
prior art cited by a third party is to be considered
without the payment of another reexamination fee, it
must be presented before reexamination is ordered.

The purpose of this rule is to prevent harassment of
the patent owner due to frequent submissions of prior
art citations during reexamination proceedings.

2205 Content of Prior Art Citations [R-4]

The type of prior art which may be submitted
under 35 U.S.C. 301 is limited to “written prior art
consisting of patents or printed publications”.

Rev. 4, Oct, 1986
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An explanation is required of how the person sub-
‘mitting the prior art considers it to be pertinent and
applicable to the patent, as well as an explanation
why it is believed that the prior art has a bearing on
the patentability -of any claim-of the patent. Citations
of prior art by patent owners may also include an ex-
planatlon of how the claims of the patent. dxﬁ'er from
the prior art cited.

It is preferred that copies of all the cited prior pat-
ents or printed publications and any necessary English
translation be included so thai th: value of the cita-
tions may be readily determined by persons inspecting
the patent files and by the examiner during any subse-
guent reexamination proceeding.

All prior art citations filed by persons other than
the patent owner must either indicate that a copy of
the citation has been mailed to, or otherwise served
on, the patent owner at the correspondence address as
defined under *$37 CFR§ 1.33(c), or if for some
reason service on the patent owner is not possible, a
duplicate copy of the citation must be filed with the
Office along with an explanation as to why the serv-
ice was not possible. The most recent address of the

Biev, 4, Oet. 1986
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attorney of record may:be obtained from the Office’s
register of registered patent attorneys and agenis
maintained by the Office of $Enrollment and Disci-
pline¢ pursuani to 37 CFR *$10.5¢ and *$10.11(a).¢

All citations submitted should identify the patent in
which the citation is to be placed by the patent
number, issue date and patentee.

A cover sheet with an identification of the patent
should have firmly attached to it all other documents
relating to the citation so that the documents will not
become separated during processing. The documents
should also contain, or have placed thereon, an identi-
fication of the patent for which they are intended.

Affidavits or declarations relating to the prior art
documents submitted which explain the contents or
pertinent dates in more detail may accompany the ci-
tation.

A commercial success affidavit tied in with a par-
ticular prior art document may also be acceptable.

No fee is reguired for the submission of citations
under *$37 CFR¢ 1.501.

Examples of lefters submitting prior art under *$37
CFR¢ 1.501 follow.

2200-4
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'IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re patent of
Joseph Smith =~
Patent No. 4,444,444
Issued: July 7, 1977
For: Cutting Tool

Submission of Prior Art Under 37 CFR 1.501

Hon. Commissioner of Patents and Trademarks
Washington, D. C. 20231

Sir:

The undersigned herewith submits in the above
identified patent the following prior art (including copies
thereof) which is pertinent and applicable to the patent and
is believed to have & bearing on the patentability of at
least claims 1 - 3 thereof: _

Weid et al U.8., 2,585,416 April 15, 1933

McGee U.S. 2,722,794 May 1, 1934
Paulk et al U.8. 3,625,291 June 16, 1936

More particularly, each of the references discloses a
cutting tool strikingly similar to the device of Smith in
having pivotal handles with cutting blades and a pair of
dies. It is felt that each of the references has a bearing
on the patentability of claims 1-3 of the Smith patent.

Insofar as claims 1 and 2 are concerned, each of the
references clearly anticipates the claimed subject matter

under 35 USC 102.

As to claim 3, the differences between the subject matter of
this claim and the cutting tool of Weid et al are shown in
the device of Paulk et al. Further, Weid et al suggests that
different cutting blades can be used in their device. A
person of ordinary skill in the art at the time the invention
was made would have been led by the suggestion of Weid et al
to the cutting blades of Paulk et al as obvious substitutes
for the blades of Weid et al.

Respectfuvlly submitted,

v
John Jone

2200-5 Rev, 4, Oct, 1986
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Pat. No 4,444,444

Certificate of Service .

I hereby certify on this first day of June 1982, that a‘true
and correct copy of the foregoing "Submission of Prior Art"
was mailed by first-class mail, postage paid, to: -

Joseph Smith

555 Emery Lane
Arlington, Va. 22202

John Jones

Bev, 4, Oct. 1986 2200-6
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

in re patent of

Joseph Smith -
Patent No. 4,444,444
Issuved: July 7, 1977
For: Cutting Tool

Submission of Prior Art Under 37 CFR 1.501

Hon. Commissioner of Patents and Trademarks
Washington, D. C. 20231

Sir:

The undersigned herewith submits in the above
identified patent the following prior art (including copies
thereof) which is pertinent and applicable to the patent and
is believed to have a bearing on the patentability of at
least claims 1 - 3 thereof:

Weid et al U.s. 2,585,416 April 15, 1933
McGee U.8. 2,722,794 May 1, 1934
Paulk et al U.8. 3,625,291 June 16, 1936

More particuvlarly, each of the references discloses a
cutting tool strikingly similar to the device of Smith in
having pivotal handles with cutting blades and a pair of
dies. While it is felt that each of the references has
& bearing on the patentability of claims 1-3 of the Smith
patent, the subject matter claimed differs from the references
and is believed patentable thereover.

insofar as claims 1 and 2 are concerned, none of the references
show the particular dies claimed and the structure of these
claimed dies would not have been obvious to a person of
ordinary skill in the art at the time the invention was

made.

Bs to claim 3, while the cutting blades reguired by this

claim are shown in Paulk et al, the remainder of the claimed
structure is found only in Weid et al. A person of ordinary
8kill sn the art at the time the invention was made would

not have found it obvious to substitute the cutting blades

of Paulk et al for those of Weid et al. In fact, the disclosure
of Weid et al would lead a person of ordinary skill in

the art away from the use of cutting blades such as shown

in Paulk et al.

The reference to McGee, while generally similar, lacks
the particular cooperation between the elements which is
specifically set forth in each of claims 1-3.

Respectfully submitted,

W d ke Buan_
William Green
Attorney for Patent Owner

2200-7 Rev. 4, Oct, 1986
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2206 Handling of Prior Art Citatiots (R-4]

Prior art citations received in the Patent and Trade-
mark Office will be forwarded by the Correspond-
ence and Mail Division to the Reexamination Prepro-
cessing Unit for hardling.

If the prior art citation relates to a patent currently
undergoing reexamination, the Reexamination Prepro-
cessing Unit should promptly forward the prior art ci-
tation to the examining group assigned with the reex-
amination proceeding. If the citation is filed after the
date of an order for reexamination, the citation is re-
tained in the examining group by the group's reexam-
ination clerk until the §reexamination is terminated.
Note 37 CFR 1.501(a) and MPEP 2294.¢ At pthat¢®
time, the citations are processed for placement in the
patent file***, Citations filed after the date of an order
for examination will not be considered by the examin-
er during the reexamination.

It is the responsibility of the Reexamination Prepro-
cessing Unit personnel where no reexamination pro-
ceeding is present, or the examining group personnel
where a reexamination proceeding is present, to deter-
mine whether a citation forwarded to them meets the
requirements of the law and rules and to enter it into
the patent file §at the appropriate timed if it is proper.

OCITATION QUALIFIES FOR ENTRY UNDER 37
CFR 1.501

I. Citations filed by third party.
A. Prior Order in any pending Reexamination Proceed-
ing

If the citation is proper (i.e., limited to patents and
printed publications) and is filed prior to an order in a
reexamination proceeding, it should be entered into
the patent file. If the citation includes an indication of
service on the patent owner, the citation is merely
timely entered and no notice of such entry is sent to
any party. If the citation does not include an indica-
tion of service, the patent owner should be notified
that a citation of prior art has been entered into the
patent file. If a duplicate copy of the citation was
filed, the duplicate copy should be sent to the patent
owner along with the notification. If no duplicate
copy is present, no copy will be sent with the notifi-
cation. Wording similar to the following should be
used:

Pev. 4, Oet. 1986
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""" A citation"of prior art under 35 U.S.C. 301 and 37

CFR 1.501 has been filed on ...___ in your patent
number entitled

This notification is: being .made to inform you that
the citation of prior art has been placed in the file
wrapper of the above identified patent.

The person submitting the prior art:

1. 00 was not identified -

2. [J is confidential

3.0is

B. After Order in Any Pending Reexamination Proceed-
ing

If the citation is proper but is filed after an order
for reexamination in a pending reexamination, the ci-
tation is not entered at the time because of the ongo-
ing reexamination. The patent owner and sender (if
known) should be alerted of this fact. Such notifica-
tion is important to enable the patent owner to con-
sider submitting the prior art under 37 CFR 1.555
during the reexamination. Such notification will also
enable the third pariy sender to consider the desirabil-
ity of filing a separate request- for reexamination. If
the citation does not include service of a copy on the
patent owner and a duplicate copy is submitted, the
duplicate copy should be sent to the patent owner
along with the notifiction. If a duplicate copy is not
present, no copy will accompany the notification to
the patent owner. In this situation the original copy
(in storage) should be made available for copying by
the patent owner. If the citation includes service of a
copy on the patent owner, the citation is placed in
storage and not entered until the reexamination is ter-
minated. The patent owner and third party sender (if
known) should be given notice of this action.

IL. Citation filed by patent owner

If a proper prior art citation is filed by the patent
owner it should be entered in the file. This is true
wheilicr the citation is filed prior to or after an order
for reexamination has been mailed. No notification to
the patent owner is necessary.

The following diagram shows the various situations
which can occur when a proper prior art citation is
filed and the action to be taken for each alternative
situation:

2200-8
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CITATION DOES NOT QUALIFY FOR ENTRY
UNDER 37 CFR 1.501

L. Citation by third party

If the citation is mot proper (i.e., it is not limited to
patents or printed publications), it should not be en-
tered in the patent file. The sender (if known) and the
patent owner in all cases should be notified that the
citation is improper and that it is not being entered in
the patent file. The handiing of the citation will very
depending on the particular following situation.

A. Service of Copy Included

Where the citation includes an indication of service
of copy on the patent owner and the identity of the
third party sender is known, the original citation
papers should be returned to the third party sender
along with the notification of nonentry. If the identity
of the third party sender is not known, the original ci-
tation papers should be discarded.

B. Service of Copy Not Included: Ides:ity of Third Party
Sender Known

Where the citation does not include an indication of
service on the patent owner, the identity of the third
party sender is known, and a duplicate copy of the ci-
tation is present, the original citation papers should be

2200-9

returned to the third party sender and the duplicate
copy should be sent to the patent owner along with
the notification of nonentry. If the duplicate copy re-
quired in 37 CFR 1.501(c) is not present, the original
citation papers should be sent to the PATENT
OWNER along with the notification of nonentry.

C. Service of Copy Not Included: Identity of Third Party
Sender Not Known

Where the citation does not include an indication of
service, the identity of the third party sender is not
known, and a duplicate copy of the citation is or is
not present, the duplicate copy (if present) should be
discarded and the original citation papers should be
sent to the patent owner along with the notification of
nonentry.

IL. Citation filed by the patent owner

If an improper prior art citation is filed by the
patent owner, it should not be entered in the file. This
is true whether the citation is filed prior to or after an
order for reexamination. The patent owner should be
notified of the nonentry and the citation papers
should be returned to the patent owner along with
the notification.

The following diagram shows the various situations
which can occur when an improper prior art citation
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ACTION TAKEN BY APPROPRIATE PARTY

Any unusual problems should be brought to the at-
tention of the Office of the Assistant Commissioner

for Patents.
2207 Entry of Court Decisions in Patent Files
[R-4]

The Solicitor’s Office processes notices under 35
U.S.C. 290 received from the clerks of the various
courts and enters them in the patent file.

It is, however, considered desirable to all parties
concerned that the entire court decision be supplied
to the Patent and Trademark Office for entry into the
patent file. Such entry of submitted court decisions is
performed by the Files Repository personnel unless a
reexamination proceeding is pending.

It is important for the Office to be aware of any
prior court proceedings in which a patent undergoing
reexamination is or was involved, and any results of
such proceedings. 37 CFR 1.565(a) requires the patent
owner to provide the Office with information regard-
ing the existence of any such proceedings and the re-
sults thereof, if known. Ordinarily, no submissions of
any kind by third parties filed after the date of the

Rev. 4, Oct. 1986

order are placed in the reexamination or patent file
while the reexamination proceeding is pending. How-
ever, in order to ensure a complete file, with updated
status information regarding prior proceedings regard-
ing a patent undergoing reexamination, the Office will
accept at any time copies of notices of suits and other
proceedings involving the patent and copies of deci-
sions or other court papers §, or papers filed in the
court,§ from litigations or other proceedings involv-
ing the patent from the parties involved or third par-
ties for placement in the patent file. pHowever, such
submissions must be without additional comment.¢
Persons making such submissions must limit the sub-
mission to the notification and not include further ar-
guments or information. Any proper submission will
be promptly placed on record in the patent file. See
*$MPEP sections¢ 2240 and 2242 for handling of re-
quests for reexamination of patents involved in litiga-
tion.
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2208 Service of Citation on Patent Owner [R-4]

A copy of sny submission of a citation of prior art

patents or printed publications in a patent file should

be ***jserved ong the patent owner so that the patent

owner is fully informed as:to the content of his or her
patent file- ‘wrapper. ‘See *HMPEP sectxon‘ 2206 for:

handling of pnor art citations. L

The service to the patent owner should be ad-»
dressed to the correspondence address as set forth in
“$37 CFR¢ 1.33(c)-

2209 Reezamination [R-4]

Procedures for reexamination of issued. patents
began on July 1, 1981, the date when the reexamina-
tion provisions of Public Law 96-517 came into
effect.

The reexamination statute and rules permit any
person to file a request for reexamination containing
certain elements and the fee required under 37 CFR
1.20(c). The Patent and Trademark Office initially de-
termines if “a substantial new question of patentabil-
ity” (35 U.S.C. 303(a)) is presented. If such a new
question has been presented, reexamination will be or-
dered. The reexamination proceedmgs are very simi-
far to regular examination procedures in patent appli-
cations except for certain limitations as to the kind of
rejections which may be made. When the reexamina-
tion proceedings are terminated, a certificate is issued
which indicates the status of all claims following the
reexamination.

The following sections of this Chapter explain the
details of reexamination.

The intent of the reexamination procedures covered
in this Chapter include the following:

1. To provide procedures for reexamination of pat-
ents.,

2. To implement reexamination in an essentially ex
parte manner.

3. To minimize the processing costs and complex-
ities of reexamination.

4. To maximize respect for the reexamined patent.

3. To provide procedures for prompt and timely de-
terminations by the Office in accordance with the
“special dispatch’ requirements of 35 U.S.C. 305.

The basic characteristics of reexamination are as fol-
jows:

1. Anyone can request reexamination at any time
during the period of enforceability of the patent.

2. Prior art considered during reexamination is lim-
ited to prior art patents or printed publications ap-
plied under the appropriate parts of 35 U.S.C. 102 and
103.

3. A substantial new question of patentability must
be presented for reexamination to be ordered.

4. If ordered, the actual reexamination proceeding
is ex parte in nature.

5. Decision on the request must be made within
three months from initial filing and remainder of pro-
ceedings must proceed with “special dispatch”.

6. If ordered, & reexamination proceeding will be
conducted to conclusion and issuance of certificate.

2200-11
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7. The: scope of *Qa clmm‘ cannot be enlarged by
amendment.’

8. All reexammatlon and patent ﬁles are upen to the’
publlc '

2210 Request for Reexaminatlon [R-4]

35 USC 302 Reguest for reexamindtion. Any person at any t'me
may file a request for reexamination by the Office of 5an’y>clnim of 8
patent on the basis of amy prior art cited under the provisions of
section 301 of this title. The request must be in writing and must be
mmpuued by payment of a reexamination fee established by the
Commission of Patents pursuant to the provisions of section 41 of
this title. The request must set forth the pertinency and manner of
applying cited prior art to every claim for which reexamination is
reguested. Unless the requesting person is the owner of the patent,
the Commissioner promptly will send a copy of the request to the
owner of record of the patent. -

37 CFR 1.510 Request for reexamination. (a) Any person may, at
any time during the period of enforceability of a patent, file a re-
quest for reexamination by the Patent and Trademark Office of any
claim of the patent on the basis of prior art patents or printed publi-
cations cited wnder §1.501. The request must be accompanied by
the fee for requesting reexamination set in §1.20(c).

(b) Any reguest for reexamination must include the following
parts: ,

(1) A statement pointing out each substantial new question of pat-
entability based on prior patents and printed publications.

(2) An identification of every claim for which reexamination is
requested, and a detailed explanation of the pertinency and manner
of applying the cited prior art to every claim for which reexamina-
tion is requested. If appropriate, the party requesting reexamination
may also point out how claims distinguish over cited prior art.

(3) A copy of every patent or printed publication relied upon or
referred to in paragraph (b) (1) and (2) of this section accompanied
by an English language translation of all the necessary and perti-
nent parts of any non-English language patent or printed publica-
tion.

{4) The entire specification (including claims) and drawings of
the patent for which reexamination is requested must be furnished
in the form of cut-up copies of the original patent with only a
single column of the printed patent securely mounted or repro-
duced in permanent form on oae side of a separate paper. A copy
of any disclaimer, certificate of correction, or reexamination certifi-
cate issued in the patent must also be included.

(5) A certification that & copy of the request filed by a person
other than the patent owner has been served in its entirety on the
patent owner at the address as provided for in § 1.33(c). The name
and address of the party served must be indicated. If service was
not possible, & duplicate copy must be supplied to the Office.

{(c) If the request does not include the fee for requesting reexam-
ination or all of the parts ruquired by paragraph (b) of this section,
the person identified as requestizig reezamination will be so notified
and given an opportunity to complete the request within a specified
time. If the fee for requesting reezamination has been paid but the
defect in the request is not corrected within the specified time, the
determination whether or not to institute reexamination will be
made on the rcquest as it then exists. If the fee for requesting reex-
amination kas not been paid, no determination will be made and the
request will be placed in the patent file as a citation if it complies
with the requirements of § 1.501(a).

(d) The filing date of the request is: (1) the date on which the
request including the entire fee for requesting reexamination is re-
ceived in the Patent and Tredemark Office; or (2) the date on
which the last portion of the fee for requesting reexamination is re-
ceived.

(e} A request filed by the patent owner, may include a proposed
amendment in accordance with § 1.121(f).

(D) If a request is filed by an attorney or agent identifying another
party on whose behalf the request is being filed, the attorney or
agent must have a power of attorney from that party or be acting
in a representative capacity pursuant to § 1.34(a).
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Any person, at any time during the period of en-

forceability of a patent, may file a request for reexam-

ination by the Patent and Trademark Office of any

claim of the patent based on prior art patents or print-
ed publications. The request must include the ele-

ments set forth in *$37 CFR¢ 1.510(b) (see "MPEP‘
2214) and be accompanied by the fee as set forth in
*$37 CFR¢ 1.20(c). No attempt will be made to main-
tain a requester’s name in confidence.

After the request for reexamination, including the
entire fee for requesting reexamination, is received in
the Patent and Trademark Office, no abandonment,
withdrawal, or striking, of the request is possible, re-
gardless of who requests the same. In some limited
circumstances after a court decision, a reexamination
order may be vacated, sece *§MPEP§ 2286.

2211 Time for Pegquesting Reexamination [R-4]

Under 37 CFR 1.510(a), any person may, at any
time during the period of enforceability of a patent,
file a request for reexamination. This period was set
by rule since no useful purpose was seen for expend-
ing Office resources on deciding patent validity ques-
tions in patents which cannot be enforced. *HIn this
regard see Patlex Corporation v. Mossinghoff, 225
USPQ 243, 249 (Fed. Cir. 1985).¢ The period of en-
forceability is the term of the patent, normally 17
years from the issue date for utility patents, plus the 6
years after the end of the term during which infringe-
ment litigation may be instituted. In addition, if litiga-
tion is instituted within the period of the statute of
limitations, requests for reexamination may be filed
after the statute of limitations has expired, as long as
the patent is still enforceable against someone.

2212 Persons Who May File a Reqguest

35 US.C. 302 and 37 CFR 1.510(a) both indicate
that “any person” may file a request for reexamina-
tion of a patent. Accordingly, there are no persons
who are excluded from being able to seek reexamina-
tion. Corporations and/or governmental entities are
included within the scope of the term “any person”.
The patent owner can ask for reexamination which
will be limited to an ex parte consideration of prior
patents or printed publications. If the patent owner
wishes to have a2 wider consideration of issues by the
Office, including matters such as prior public use or
sale, the patent owner may file a reissue application.
It is also possible for the Commissioner to initiate re-
examination on the Commissioner’s own initiative
under 37 CFR 1.520. Reexamination will be initiated
by the Commissioner on a very limited basis such as
where a general public policy question is at issue and
there is no interest by “any other person”. Some of
the persons likely to use reexamination are patentees,
licensees, potential licensees, attorneys without identi-
fication of their real client in interest, infringers, po-
tential exporters, patent litigants, interference appli-
cants and International Trade Commission respond-
ents. The persons’s name who files the request will
not be maintained in confidence.

Rev. ¢, Gct. 1966
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2213 ' Representative of Requester [R-4]
‘Where an attorney or agent files a request for an

identified 'client : (the requester), he or she may act.

under either a power. of attorney, or act in & repre-
sentative ‘capacity under - “$37 CFR¢ 1.34(a), *$37
CFR¢ 1.510(f). While the filing of the power of attor-
ney is desirable, processing of the reexamination re-
quest will not be delayed due to its absence.

If any question of authority to act is raised, proof
of authority may be required by the Office.

All correspondence for a requester other than the
patent owner should be addressed to the representa-
tive of the requester unless a specific indication is
made to forward correspondence to another address.

If the request is filed by a person on behalf of the
patent owner, correspondence will be directed to the
patent owner at the address as indicated in 37 CFR
1.33(c), regardless of the address of the person filing
the request. See *PMPEP§ 2222 for a discussion of
who receives correspondence on behalf of a patent
owner and how changes in the correspondence ad-
dress are to be made.

A patent owner may not be represented during 2
reexamination proceeding by an attorney or other
person who is not registered to practice before the
Office since those individuals are prohibited by 37
CFR 1.33(c) from signing amendments and other
papers filed in a reexamination proceeding on behalf
of the patent owner.

2214 Content of Request [R-4]
*$37 CFR{ 1.510 Request for reexamination.

“(a) Any person may, at eny time during the period of enforce-
ability of a patent, file a request for reexamination by the Patent
and Trademark Office of any claim ¢f the patent on the basis of
prior art patents or printed publications cited under § 1.501. The re-
quest must be sccompanied by the fee for requesting reexamination
set in § 1.20(c).”

37 CFR 1.510(a) requires the payment of & fee spec-
ified in 37 CFR 1.20(c).

37 CFR 1.510(b) sets forth the required elements of
a request for reexamination. The elements are as fol-
lows:

“(1) a statement pointing out each substantial new question of
patentability based on prior patents and printed publications.”

This statement should clearly point out what the re-
quester considers to be the substantial new question of
patentability which would warrant a reexamination.
The cited prior art should be listed on a form PTO-
1449 by the requester. See also *HPMPEP§ 2217.

“(2) An identification of every claim for which reexamination is
reguested, and a detailed explenation of the pertinency and manner
of applying the cited prior ari 10 every claim for which reexamina-
tion is requested. If appropriate the party requesting reexamination
msy also point out how claims distinguish over cited prior art.”

The request should apply the cited prior art to
every claim for which reexamination is requested. If
the request is filed by the patent owner, he or she
may aleo indicate how the claims distinguish from the
cited prior art patents and printed publications.

2200-12
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“(3) A copy of every patent or printed publication retied upon or -

referred to in paragraph ®X1) and Q) of this section accompamed
by an English language translation of all the necessary and perti-

nent parts of any non-English language patmt OF. pnmcd pubhca-'

tion.”

A copy of each cited patent or prmted publxcatmn,‘ -

as well as a translation of each non-English document
is reqmred so that all materials will be available to the
examiner for full consideration. See %HMPEP¢ 2218.

“(4) The entire specification (including claims) and drawings of
the patent for which reexamination is requested must be furnished
in the form of cut-up copies of the original patent with only a
single column of the printed patent securely mounted or repro-
duced in permanent form on one side of a separste paper. A copy
of any disclaimer, certificate of correction, of reexamination ceriifi-
cate issusd in the patent must also be included.”

A copy of the patent, for which reexamination is
requested, should be provided in a2 single column

2200-13

“paste-up format so that amendments can be easily en-

tered and to ease printing. See also *PMPEP§¢ 2219.
“48) A certification that & copy of the request filed by 2 person

* - other then the paten* owner hss been served in its eatirely on the
.- patent owner.at the address as provided for in § 1.33c). The nsme

and address of the party served must be indicated. If service was
uot possible, a duplicate copy must be supplied to the Office.”

If the request is filed by a person other than the
patent owner, a certification that a copy of the re-
quest papers has been served on the patent owner
must be included. The request should be as complete
as possible since there is no guarantee that the exam-
iner will consider other prior ari when making the de-
cision on the request. Also, if no statement is filed by
the patent owner, no later reply may be filed by the
requester. See also *PMPEP¢ 2220.
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FomM BPTO - teBGE - - - 0 o T o ‘ U. 6. DEPARTMENT OF COMMERCE
e e . o e . e T :PATENT AND TRADEMARK QFFICE

REQUEST FOR REEXAMINATION TRANSMIfTAL FORM .
IN THE UNITED STATES PATENT AND TRADEMARY OFFICE

Address to:

Commisioner of Patents and Trademerks Attorney Docket No,
Box Reexam
Washington, D. C. 20231 Date:

1. [0 This is a request for reexamination pursuant to 37 CFR 1.510
of issued

2. [0 The neme and address of the pemon requesting reexaminetion is:

3. 3 a A check in the amount of §1770 is enclased to cover the reexamination fee, 37 CFR

120(c);, or
{3 b. The Commissioner is hereby suthorized to charge $1770 to the deposit account of

depasit account no

4. Any refund should be made by [J check or by {[jcredit to deposit account
no . 37CFR 1.26 (¢}

5. 0 A cut-up copy of the patent to be reexamined or 2 permanent reproduction thereof
with only a single column of the printed patent securely mounted on one side
of 8 separate paper is enclosed. 37 CFR 1.510 (b} (4}

6. ) A copy of any disclaimer, certificate of correction or reexamination certificaie issued in
the patent is inciuded.

1. D Reexamination of claim(s) is requested,

8. ) A copy of every patent or printed publication relied upon is submitted herewith including
a listing thereof on Form PTO - 1449.

9. O An English language translation of all necessary and pertinent non-English language
patents or printed publications is inciuded.

10. 3 The attached detailed request includes at least the following items:

2. A statement identifying each substantizl new question of patentability based on
prior patents and printed publications. 37 CFR 1.510 (b} (1)

b. An identification of every claim for which reexamination is requested, and a
detailed explanation of the pertinency and manner of applying the cited prior art to
every claim for which reexamination is requested. 37 CFR 1.510 (b} (2}

11. [J A proposed amendment is included (only where the patent owner is the requester).
37 CFR 1.510(e)

12. [ a. It is certified that & copy of this request (if filed by other than the patent owner) has
been served in its entirety on the patent owner as provided in 37 CFR /.33 (c/.
The name and address of the party served and the date of service are:

Date of Service: . or
£ b. A duplicate copy is enclosed since service was not possible.

13. [0 The requester’s correspondence address (if different from Number 2 above):

Authovized Signature

[J Patent Owner

[J Third Party Requester

] Astorney or Agent for Patent Owner
[J Attorney or Agent for Requester

Rev. ¢, Oct. 1966 2200-14
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Bies Pat. No. 4,444,444

leexanination undet 35 U.8.C. 302 - 307 and 37 CPR 1.510 is tequested of
United States patent number 4,444,444 which issued on July 7, 1977 to
Jogeph Smith. - This 9atent is stiil enforceable.

Claims for which reexamination is requested

Reexanination is requested of claims 1-3 of the Smith patent in view of
the earlier United States patent document number 594,225 to Berridge
which igs listed on attached form PT0-1449 and of which & copy ie

enclogsed.

feezamination iz alzo reguested of claim ¢ of the Smith patent in view of
the earlier Swiss patent document 80,555 to Hotopp in view of the
disclosure in “"American Machinist® magazine, October 16, 1950 issue, on
page 169. An English ¢translation of the German language Swiss document
iz enclosed. Copies of the Hotopp and "American Machinigt® documents are
eleo enclosed.

Expignation of pertinency and manner of applving cited prior art to
every claim for which reexamination 1§ recuegzted

Claims 1-3 of the Smith patent are considered to be fully anticipated
vnder 35 U.§.C. 102 by the prior art patent document to Berridge.

Claim 3 of the Smith patent, which is more specific than cleims 1 and 2
in 8ll features, is set forth below with an explanation as to how the
prior art patent document to Berridge meets all the recited features.

gmith, claim 3:

®In @ cutting and erimping tool®™ (Berzidge page 1, lines 10-13
gtates hig invention is
“an improved tool for crimping
metal, which in its preferred
form of embodiment iz combined
with a cutting-teel or shears,
forming thezewith a combinatien~

teol.)
o¢he combination with the cutting {(elements § and 5 in Berzidge)
bledes”
“and theliz pivoted handles® (elements 1 and 2 in Berridge}

2200-15 Rev. 4, Oct. 1966
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“of bosses arranged at an angle
to and offset from the plane of
the shear blasdes®

*and crimping diegs formed on
the meeting fazces of said bosses®

Pat. No. 4,844,444

{(*bosges® @& used in the
Smith claie ig vsed to mean .
& projection. - The dies

- 6 and 7 of the Berridge ptior

art patent document are acranged
at the game angle to the plane
of the shear blades and are
arranged &t an angle in the

same manner & shown in the
draving figures of the Smith

(The dies € ard 7 (bosses)

of Berridge have meeting
die-faces 12 and 13 (page 1,
line 63) for pezforming crimping
gge;:tions (page 1, lines 70 -

Cleie 4 of the Smith patent ig considered to be unpatentable under 3§
U.5.C. 103 im view of the priog art Swiss patent document to Hotopp in
view of the prior art magazine publication on page 169 of the October 16,
1950 fesve of Americen Machinist magezine.

Claim € of Smith reads as quoted below

*In & cutting and crimping tool,®

°the combination of e pair of
pivoted handles®

*with cutting jaws &t one end
end crimping dies on the opposite
side of the pivot”

*and rounded prongs projecting
from said evtting jaws®

{The prior att Swiss patent
deecument to Hotopp discloses
cutting jaws (celuven 1, line @)
and diegs °“b" ard “c” which may
be used for crimping.)

(elements “2® and “e® in the
ptior art document to Hotopp).

(The prior art document to

Hotopp discloses cutting jaws
{column 1, line 8) and crimping
dies “b" and “c” on the opposite
side of pivot “d° from the cutting
jaws.)

(Rounded prongs are not
specifically disclosed by Hotopp
but are shown to be old in the
art by the illustration in
“American Machinist® magazine
under the title "Double-Purpose
Pliers Don't Break Insulation®.
To provide the cutting jaws of
Hotopp with rounded prongs as
shown in the “American Machinist®
magazine is considered to be &
matter which would have been
obvious to a person having
ordinagy skill in the att at the
time the invention was made.)

Statement inting out gubstential new guestion of patentabilie

The prior act documents refercred to above were not of record in the file
of the fmith patent. Since the claims in the Smith patent sre not
eljovable over these prior art documents, & substantial new guestion of
petentability ig reised. Further, these prior art documents are closer
to Lthe subject matter of Smith tham any prier art which vag cited during

the prosecution of the Smith patent.

Bew. 4, Oct. 1586

S A

Attorney for requester
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Form PTO-1449 .2:tse’.‘..'.'es'.';&'.ss":f.'.ss M (T
(REVY. a'..) s N 4,444,444
. » INFORMATION Dlscmsms crrA'nou : '-'ogog';w '
w ) _ ~ [iosue Date = |oweur
se severs! sheets if necessary) July 7, 1977
' U.8. PATENY DOCUMENTS
Jrivervedds pocuMEuT wuusEn | BATE uang cuass  fsusciass |, QRS MATe
5'9 4121215 11—189% BERRIDGE 140 106
FOREION PATENT DOCUMENTE
DOCUMENT WUENBER | DAYE (T cLass | suBcLALS T:::SI.A'NO:
[
8101555101918 SWITZERLAND = o e a0 wn X
OTHER DOCUMENTE (ncluding Authee, Tisle, Date, Pertinent Pages, Ete.)
“American Machinist®” magazine, October 16, 1950 issue, page
169 (copy located in class 72, subclags 409)
ERAINER DA?E CONBIDERED
ERARINER: (mwisl 1§ citetion censidered, whether er mot aitetion i in conformence with UPEP 609; Orew lins Yueugh cltesien i met
tn conlosmence ond net consideced. laclude copy of this form with aoat coamunication ‘o appllcant.

2200-17
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**%pForm PTO-1465¢ should be. helpful to persons.. .
filing requests for reexamination. The use of this form
reqmrement of thev

is encouraged :but its use is not a
law or the rules.

2218 Fee for Requesting Reexamlnation [R-4]
37 CFR 1.20 Post-issuance fees :

* * & * @

(c) For filing a request for reexamination—*§ $1,770.00¢

37 CER [.26 Refunds. () Money paid by actual mistake or in
excess, such as & payment not required by law, will be refunded,
but a mere change of purpose after the pavment of money, as when
a party desires to withdraw an application, an appeal, or a reguest
for oral hearing, will not eatitle a party to demand such a return.
Amounts of one dollar or less will not be returned unless specifical-
ly demanded within & reasonable time, nor will the payer be noti-
fied of such amount; amounts over one dollar may be returned by
check or, if requested, by credit to & deposit account

() [Reserved]
(c) If the Commissioner decldw not to institute a reexamination

proceeding, a refund of °$$1,300.00¢ will be made to the requester
of the proceeding. Reexamination requesters should indicate wheth-
er any refund should be made by check or by credit 1o a deposit
account.

In order for a request to be accepted, be given a
filing date and be published in the Official Gazerte it is
necessary that the *§$1,770.00¢ fee for filing 2 request
for reexamination be paid. If the fee is not paid, the
request will be considered to be incomplete.

If the request for reexamination is denied or vacat-
ed, a refund of *§%$1,300.00¢ in accordance with 37
CFR 1.26(c) will be made to the identified requester.

As stated in 37 CFR 1.510 (¢) and (d)

(c) If the request does not include the fee for requesting reezam-
ination or all of the parts required by paragraph (b) of this section,
the person identified as requesting reexamination will be so notified
and given an opportunity to complete the request within a specified
time. If the fee for requesting reexamination has been paid but the
defect in the request is not corrected within the specified time, the
determination whether or not to institute reexamination will be
made on the request as it then exists. If the fee for requesting reex-
amination has not been paid, no determination will be made and the
request will be placed in the patent file as a citation if it complies
with the requirements of § 1.501(a).

(d) The filing date of the request is: (1) the date on which the
request including the entire fee for requesting reexamination is re-
ceived in the Patent and Trademarsk Office; or (2) the date on
which the last portion of the fee for requesting reexamination is re-
ceived.

Where the entire *$$1,770.00¢ fee is not paid, the
request, if otherwise proper, should be treated as a ci-
taticn of prior art under *§37 CFR¢§ 1.501,

2216 Substantial New Question of Patentability
[R-4]

37 CFR 1.510(b)(1) requires that the request include
“a statement pointing out each substantial new ques-
tion of patentability based on prior patents and print-
ed publications.” Under 35 U.S.C. 304 the Office must
determine whether “a substantial new question of pat-
entability” affecting any claim of the patent has been
raised. If such a new question is found, an order for
reexamination of the patent is issued. It is therefore
clear that it is extremely important that the request
clearly set forth in detail exactly what the reguester
considers the “‘substantial new question of patentabil-

Rev. 4, Oct. 1986
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ity” to be in view of prior patents and printed publi-

© cations.’ 'The request should point out how any ques-
. tions of patentablhty raised are substantially different
' from those rased. in: the. earlier prosecutxon of the
. patent before the Office or in prior litigation before
 the federal courts. See. pMPEP 22424, If a substantial
.- .new- question of patentability is found as to one claim,
" all claims will be reexamined during the ex parte reex-

amination process. See also pMPEP 2243.¢

Questions relating to grounds of rejection other
than those based on prior patents or printed publica-
tions, such as on public use, on sale, or fraud should
not be included in the request and will not be consid-
ered by the examiner if included.

Affidavits or declarations which explain the con-
tents or pertinent dates of prior patents or printed
publications in more detail may be considered in reex-
amination. See pMPEP§ 2258.

2217 Statement Applying Prior Art [R-4]

The third sentence of 35 "J.8.C. 302 indicates that
the “request must set forth the pertinency and manner
of applying cited prior art to. every claim for which
reexamination is requested.” 37 CFR 1.510(b)(2) re-
quires that the request include “An identification of
every claim for which reexamination is requested, and
a detailed explanation of the pertinency and manner
of applying the cited prior art to every claim for
which reexamination is requested.” If the request is
filed by the patent owner, the request for reexamina-
tion may also point out how claims distinguish over
cited prior art.

The prior art applied may only consist of prior pat-
ents or printed publications. Substantial new questions
of patentability may be based upon the following por-
tions of 35 U.S.C. 102:

‘“(a) . . . patented or described in a printed publication in this or a
foreign country, before the invention thereof by the applicant for
patent, or”

“(b) the invention was patented or described in a printed publica-
tion in this or a2 foreign country . . . more than one year prior to
the date of the application for patent in the United States, or”

* * * L L ]

“(d) the invention was first patented or caused to be patented, or
was the subject of an inventor's certificate, by the applicant or his
legal representatives or assigns in a foreign country prior to the
date of the application for patent in this country on an application
for patent or inventor's certificate filed more than twelve months
before the filing of the application in the United States, or”

“(e) the invention was described in a patert granted on an appli-
cation for patent by another filed in the United States before the
invention thereof by the applicant for patent, or on an international
application by enother who hss fulfilled the requirements of para-
graphs (1), (2), and (4) of section 371(c) of this title before the in-
vention thereof by the applicant for patent, or”

@ * * N *

Similarly, substantial new questions of patentability
may also be made under 35 U.S.C. 103 which are
based on the above indicated portions of *§35 U.S.C.¢
102. *$Public Law 98-622 enacted on November 8,
1984, changed a complex body of case law and
amended 35 U.S.C. 103 by adding a new sentence
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whxch provndes that’ ‘the subject matter deve!oped by
another which qualifies as prior art only under 35
US.C. 102(f) or (g) shall not preclude’ ‘patentability
under 35 U.S.C. 103, prowded the subject matter and
the ‘claimed. mventlon were commonly owned at the
time the invention ‘was ‘made. This change Overrules
the practice underg*** In re Bass, 177 USPQ 178,
(CCPA, 1973) pwherein an earlier mventlon by a co-
employee was treated as § 103 prior art and applies
through §102(g), and possibly through § 102(f) with
respect to a later invention made by another employ-
ee of the same organization. Accordingly, substantial
new questions of patentability may be found under 35
U.S.C. 102(f)/103 or (g)/103 based on the prior inven-
tion of another disclosed in a patent or printed publi-
cation. See Chapter 2100.¢

Substantial new questions of patentability based on
matters other than patents or printed publications,
such as public use or sale, inventorship, *$35 U.S.C.¢
101, *$35 U.S.C.§ 112, fraud, etc. will not be consid-
ered when making the determination on the reguest
and should not be presented in the request. A prior
patent or printed publication cannot be properly ap-
plied as a ground for reexamination if it is merely
used as evidence of alleged prior public use or sale,
insufficiency of disclosure, etc. The prior patent or
printed publication must be epplied directly to claims
under *$35 U.S.C.¢ 103 and/or an appropriate portion
of *$35 U.S.C.¢ 102 or relate to the application of
other prior “jpatents or§ printed publications to
claims on such grounds.

The statement applying the prior art may, where
appropriate, point out that claims in the patent for
whick reexamination is requested are entitled only to
the filing date of the patent and are not supported by
an earlier foreign or United States patent application
whose filing date is claimed. For example, under 35
U.S.C. 120, the effective date of the claims would be
the filing date of the application which resulted in the
patent. Therefore, intervening patents or prianted pub-
lications are available as prior art under In re Rus-
cetta, 118 USPQ 101 (CCPA, 1958).

Double patenting is normally proper for consider-
ation in reexamination.®**

The mere citation of new patents or printed publi-
cations without an explanation does not comply with
37 CFR 1.510(b)(2). An explanation of how the cited
patents or printed publications are applied to all
claims which the requester considers to merit reexam-
ination should be presented. This not only sets forth
the requester’s position to the Office, but also to the
patent owner.

Affidavits or declarations which explain the con-
tents or pertinent dates of prior patents or printed
publications in more detail may be considered in reex-
amination. See * pMPEP¢ 2258.

$ADMISSIONS

Admissions by the patent owner as to matters af-
fecting patentability may be utilized in a reexamina-
tion proceeding, see 37 CFR 1.106(c).

2200-19

_The rules, 37 CFR 1.106(c), provide that admissions
by the ‘patent owners as to matters affecting patent-
ability may be utilized in a reexamination proceedmg
The Supreme Court when dlscussmg 35US.C. 1G5 in
Graham v. John Deere Co., 148 USPQ 459 (1966)
stated, inter alia, “the scope and content of the prior
art are to be determined”. Accordingly, a proper
evaluation of the scope and content of the prior art in
determining obviousness would requirs a utilization of
any “admission” by the patent owner whether such
admission results from a patent or printed publication
or from some other source. Such admission may be
used in determining whether a patent or printed publi-
cation raises a “substantial new question of patentabil-
ity” in the determination under 37 CFR 1.515. An ad-
mission as to what is in the prior art is simply that, an
admission, and requires no independent proof. While
the scope and content of the admission may some-
times have to be determined, this can be done from
the record and from the paper file in the same manner
as with patents and printed publications. To ignore an
admission by the patent owner, from any source, and
not use the admission as prior art in conjunction with
patents and printed publications in reexamination
would make it impossible for the examiner to proper-
ly determine the scope and content of the prior art as
required by Graham, supra.

The Board of Appeals upheld the use of an admis-
sion in a reexamination proceeding in Ex parte Seiko
Koko Kabushiki Kaisha, 225 USPQ 1260 (1984) and in
Ex parte Kimbell, 226 USPQ 688 (1985). In Seiko, the
Board relied on In re Nomiya, 184 USPQ 607 (CCPA
1975) holding an admission of prior art in the specifi-
cation of the patent undergoing reexamination is con-
ceded prior art which may be considered for any pur-
pose, including use as evidence of obviousness under
35 U.S.C. 103. In Kimbell the Board referred to the
patent specification and noted the admission by appel-
lant that an explosion-proof housing was well known
at the time of the invention.

It is noted, however, that the Board in Ex parte
Horton, 226 USPQ 697 (1985) reversed the examiner,
holding that for an admission to form some or all of
the basis for a prior art rejection in reexamination
proceedings, such admissions must necessarily relate
to patents or printed publications. The Board further
held that the admission, if any, in the patent file relat-
ed to public use and resolution of this issue is outside
the scope of reexamination. It is further noted that the
Board in Ex parte Blackburn, Appeal No. 587-96
(1985), Patent No. 4,154,382, refused to sustain a re-
jection based on admissions contained in the patent
specification and the reexamination file. The Board
held the admission in the patent specification is not
prior art of the type permitted by 35 U.S.C. 301, i.e,
a printed publication or patent. The Board held the
admission in the reexamination file to be drawn to
public use or sale and outside the scope of reexamina-
tion. The Board held 37 CFR 1.106(c) must be inter-
preted as being with respect to admissions pertaining
to patents or printed publications.

Rev. 4, Oct. 1986



2218

As noted in the above decisions, in reexamination
proceedings admissions can reside in the patent file
(made of record during the prosecution of the patent
application) or may be presented during the pendency
of the reexamination proceeding. With respect to ad-
missions residing in the patent file, the above deci-
sions appear to be in conflict. The Seiko and Kimbell
decisions permit the use of admissions contained in
the patent specnﬁcatlon as a basis for rejecting a claim.
Neither decision requires that the admission be drawn
to a patent or printed publication. The Horton and
Blackburn d@clslons, however, reject the use of admis-
sions contained in the patent file when the admission
is not drawn (o0 a patent or printed publication. In the
absence of a definitive decision by the Board or the
courts, the examiner is authorized to utilize admissions
by the patent owner as to any matter affecting patent-
ability to determine the scope and content of the prior
art in conjunction with patents or printed publications
which raise a substantial new question of patentability
for purposes of ordering reexamination or in a prior
art rejection whether such admissions result from pat-
ents or printed publications or from some other
source. Any prior art (e.g., on sale, public use, etc.) es-
tablished in the prior record or in court may be used
by the examiner in combination with patents or print-
ed publications in a reezamination proceeding.¢

2218 Copies of Prior Ast

It is required that a copy of each patent or printed
publication relied upon or referred to in the request
be filed with the request (37 CFR 1.510(b)(3)). If any
of the documents are not in the 2nglish language, an
English language translation of all necessary and per-
tinent parts is also required. An English language
summary or abstract of a non-English language docu-
ment is usually not sufficient.

It is also helpful to include copies of the prior art
considered during earlier prosecution of the patent for
which reexamination is requested. The presence of
both the old and the new prior art allows a compari-
son to be made to determine whether a substantial
new guestion of patentability is indeed present. Copies
of parent applications should also be submitied if the
parent application relates to the alleged substantial
new question of patentability; for example, if the
patent is a continuation-in-part and the question of
patentability relates to an In re Ruscetta, 255 F. 2d
687, 118 USPQ 101 (CCPA 1958) type rejection
where support in the parent application is relevant.

2219 Copy of Printed Patent [R~4]

The Patent and Trademark Office will prepare a
separate file wrapper for each reexamination request
which will become part of the patent file. Since in
some instances, it may not be possible to obtain the
patent file promptly and in order to provide a format
which can be amended and used for printing, request-
ers are required under *$37 CFR¢ 1.510(b)}{4) to in-
clude a copy of the entire specification (including
claims) and drawings of the patent for which reexam-
ination is requested in the form of a cut-up copy of
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the original printed patent with only a single column
of the patent securely mounted’ ‘or reproduced in per-
manent form on one side of a sheet of paper. A copy
of a any dxsclmmcr certnﬁcate of correction, or reexam-
ination certificate xssued in the paterit must also be in-
cluded so thst \a e upiete history of the patent is
before the T~ for consideration. A copy of any
federal court dec; ‘on, complaint in a pending civil
action, or mterferenm decision should also be submit-
ted.

2220 Certificate of Service [R=4]

If the requester is a person other than the patent
owner, the owner of the patent must be served with a
copy of the request in its entirety. The service should
be made to the correspondence address as indicated in
37 CFR 1.33(c). The name and address of the person
served and the certificate of service should be indicat-
ed on the request.

The most recent address of the attorney or agent of
record can be determined by checking the Office’s
register of patent attorneys and agents maintained by
the Office of ***pEnroliment and Discipline¢ pursu-
ant to 37 CFR *$10.5¢ and $10.11(a).¢

2221 Amendments Included in Request by
Patent Owner [R-4] ;

Under 37 CFR 1.510(e) a patent owner may include
a proposed amendment with his or her request, if he
or she so desires. Any such amendment must be in ac-
cordance with *$37 CFR¢ 1.12i(f). See *pMPEP§
2250. Amendments may also be proposed by patent
owners during the actual ex parte reexamination pros-
ecution (*$37 CFR¢ 1.550(b)).

The request should be decided on the wording of
the claims without the amendments. The decision on
the request will be made on the basis of the patent
claims as though the amendment had not been pre-
sented. However, if the request for reexamination is
granted, the ex parte reexamination prosecution
should be on the basis of the claims as amended.

2222 Address of Patent Owner [R—4]

37 CFR 1.33, Correspondence respecting patent applications, reex-
amination proceedings, and other proceedings.

L] [ © © €

(c) All notices, official letters, and other communications for the
patent owner or owaers in a reexamination proceeding will be di-
rected to the attorney or agent of record (sze § 1.34(b)) in the
patent file at the address listed on the register of patent attorneys
and sgents maintained pursuant to §§* © “$10.5 and 10.11¢ or, if
1o attorney of egent is of record, to the patent owner or owners at
the address or addresses of record. Amendments and other papers
filed in & reexaminstion proceeding on behsif of the patent owner
must be signed by the patent owner, or if there is more than one
owner by all the owners, or by en attorney or agent of record in
the patent file, or by a registered attorney or agent not of record
who scts in a representative capacity under the provisions of
§ 1.34(s). Double correspondence with the patent owner or owners
and the patent owner's ettorney or sgent, or with more than one
sttorney or agent, will not be undertaken. If more than one attor-
ney or agent i3 of record and & correspondence sddress has not
been specified, correspondence will be held with the last attorney
or agent made of record.
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37 CFR 1.33(c) indicates which correspondence ad-
dress is to be normally used to direct correspondence
to the patent owner. In most instances this will be the
address of the first named; most recent attorney or
agent in the patent file at his or her current address. If
such an attorney or agent does not desire to receive
correspondence relating to reexaminations, a with-
drawal of power of attorney should be filed in the
patent. If the patent owner desires that a different at-
torney or agent receive correspondence, then a new
power of attorney must be filed. Correspondence will
continue to be sent to the attorney or agent of record
in the patent file absent a revocation of the same by
the patent owner. If the attorney or agent of record
specifies a correspondence address to which corre-
spondence is to be directed, such direction should be
followed. However, since a change in the correspond-
eace address does not withdraw a power of attorney,
a change of the correspondence address by the patent
owner does not prevent the correspondence from
being directed to the attorney or agent of record in
the patent file under 37 CFR 1.33(c).

A form for changing correspondence address or
power of aitorney is set forth below. Such forms
should be addressed to the Commissioner of Patents
and Trademarks, Box Patent Address Change, Wash-
ington, D.C. 20231.

CHANGE OF POWER OF ATTORNEY OR CORRESPONDENCE ADDRESS
™ U.S. PATENT

Address to:

Commissioner of Patents and Trademarks
Bozx: Patent Address Change

Washington D.C. 20231

To the Commissioner of Patents and Trademarks:

In United States patent number , granted
(list first inventor)
please make the following change:

fJ 1. Change the address of the attorney(s) of record to.

......................

to

................

....................................................

.............................

...........................................

O 3. Add a power of attorney to and address any future corre-
spondence to the first named person below

...............................

who [ hereby appoint to transact all business in the Patent
and Trademark Office.
{J 4. Remove all previous powers of attorney which I hereby
revoke and enter a3 power of attorney and address any future cor-
respondence to

.....................................................................................

who I hereby appoint to transact all business in the Patent
and Trademark Office.
it is certified that the person whose signature appears below has
the authority to make the requested changes in the patent.

Dste Authorized Signatusre
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2224

‘03 Attorney/Agent Reg. No.
3 Patent Owner
*Requires signature of patent owner.

2223 Withdrawal of Power of Attorney [R-4]

Any reguest for withdrawing a power of attorney
from a patent will normally only be approved if at
least 30 days remain in any running period for re-
sponse. See also *PMPEP§ 402.06.

2224 Correspondence [R-4]

37 CFR 1.1 All commurizasions to be addressed to Commissioner of
Patents and Trademarks.

(a) All letters and other communications intended for the Patent
and Trademark Office must be addressed to *Commissioner of Pat-
ents and Trademarks,” Washington, D.C. 20231. When appropriate,
a letter should also be marked for the attention of a particular offi-
cer or individual.

(b) Letters and other communications relating to international ap-
plications during the international stage and prior to the assignment
of & national serial number should be additionally marked “Bozx
PCT.”

(c) Requests for reexamination should be additionally marked
“Box Reezam.”

#{d) Payments of maintenance fees in patents and other communi-
cations relating thereto should be additionally marked “Box M.

Fee.”

(e) Communications relating to interferences and applications or
wotents involved in an interference should be additionally marked
“BOX INTERFERENCE.”

NotE: Sections 1.1 to 1.26 are applicable t¢ trademark cases as
well as 10 national and international patent cases except for provi-
sions specifically directed to patent cases. See § 1.9 for definitions
of “national application” and “international epplication.”§

All requests for reexamination mailed to the Patent
and Trademark Office should be additionally marked
“Box Reexam.” Such mail will not be opened by the
Correspondence and Mail Division but will be sorted
out immediately and processed by the Reexamination
Preprocessing Unit. Subsequent correspondence
should, however, be directed to the examining group
art unit indicated on the Office letters. Any correction
or change of correspondence address for a United
States patent should be addressed to the Oftice at Box
“Patent Address Change.”

Letters sent to the Patent and Trademark Office re-
lating to a reexamination proceeding should identify
the proceeding by the number of the patent undergo-
ing reexamination, the reexamination request control
number assigned, examining group art unit, and the
name of the examiner. The certificate of mailing prac-
tice (37 CFR 1.8) and “Express Mail” with certificate
(37 CFR 1.10) may be used to file any paper in a re-
examinpation proceeding.

Communications from the Patent and Trademark
Office to the patent owner will be directed to the first
named, most recent attorney or agent of record in the
patent file at the current address on the Office’s regis-
ter of patent attorneys and agents or to the patent
owner's address if no attorney or agent is of record,
37 CFR 1.33(c).

Amendments and other papers filed on behaif of
patent owners must be signed by the patent owners,
or the registered attorney or agent of record in the
patent file, or any registered attorney or agent acting
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in a representative capacity under- ‘037 CFR‘ 1.34(a).
Sec *pMPEP§ 2213.

Double correspondence with the patent owners and
the attorney or agent normally will not be undertaken
by the Office.

Where no correspondence address is otherwise
specified, correspondence will be with the most
recent attorney or agent made of record.

Note *$MPEP¢ 2220 on certificate of service.

2225 Untimely Papers Filed Prior to Order
[R-4)

After filing of a request, no papers other than (1)
citations of patents or printed publications under *$37
CFR¢ 1.501; (2) another complete request under *$37
CFR¢ 1.510; or (3) notifications pursuant to
“$MPEP§ 2282, should be filed with the Office by the
requester, patent owner, or third parties prior to the
date of the decision on the request for reexamination.
Any papers other than those under *$37 CFR¢ 1.501
or 1.510 or *pMPEP¢§ 2282 filed prior to the decision
on the request will be returned to the sender by the
group director without counsideration. A copy of the
letter accompanying the returned papers will be made
of record in the patent file. However, no copy of the
returned papers will be retained by the Office. If the
submission of the returned papers is appropriate later
in the proceedings, they will be accepted by the
Office at that time. See In re Amp Inc., 212 USPQ 826
(Comr. Pats., 1981); In re Knight 217 USPQ 294
(Comr. Pats., 1982) pand Patlex Corporation v. Mos-
singhoff, 226 USPQ 985, 989 (Fed. Cir. 1985)¢.

2226 Imitial Processing of Request

The opening of all mail marked “Box Reexam” and
all initial clerical processing of requests for reexamina-
tion will be performed by the Reexamination Preproc-
essing Unit in the Office of Patent and Trademark
Services.

2227 Incomplete Requests [R-4]

37 CFR 1.510, Request for reexamination
€ L4 & L ©

(c) If the request does not include the fee for requesting reex-
amination or afl of the parts required by paragraph (b) of this sec-
tion, the person identified as requesting reexamination will be so
notified and given an opportunity to complete the request within a
specified time. If the fee for requesting reexamination has been paid
but the defect in the request is not corrected within the specified
time, the determination whether or not to institute reexamination
will be made on the request as it then exists. If the fee for request-
ing reexamination has not been paid, no determination will be made
and the reguest will be placed in the patent file as & citation if it
complies with the requirements of §1.501(a).

(d) The filing date of the request is: (1) the date on which the
request including the entire fee for requesting reexamination is re-
ceived in the Patent and Trademark Office; or (2) the date on
which the last portion of the fee for requesting reexamination is re-
ceived.

‘. ¢ & [ O‘

If the required fee under *$37 CFR§ 1.20(c) is not
paid in full, the request is considered to be incom-
plete, *$37 CFR§ 1.510(c), and will not be considered
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-on-its merits or have a notice of its filing announced
~in the Official Gazette. The request is considered to

have a “ﬁlmg date” under ‘037 CFR4¢ 1.510(d) only

. when the entire fzc is paid.

If no fee, or only a portion of the fee is received,
the Reexamination Preprocessing Unit will notify the
requester of the defect and give the requester a speci-
fied time, normally 1 month, to complete the request.

‘A telephone call may also be made to the requester

indicating the amount of the insufficient fee. If the re-
quest is not timely completed, any partial fee will be
returned and the request will be treated as a citation
under *$37 CFR¢ 1.501(a) if it complies therewith.

2228 Informal Requests [R-4]

If the fee under *$37 CFR¢ 1.20(c) has been paid,
but the request does not contain all the elements
called for by *§37 CFR¢ 1.510(b), the request is con-
sidered to be informal. All requests which are accom-
panied with the entire fee will be assigned a filing
date from which the three month period for making a
decision on the request will be computed. Notice of
filing of all complete requests will be published in the
Official Gazette approximately 4-5 weeks after filing.

The Reexamination Preprocessing Unit will attempt
to notify the requester of any informality in the re-
quest in order to give the requester time to respond
before a decision is made on the request. If the re-
quester does not respond and correct the informality,
the decision on the request will be made on the infor-
mation presented. If the information presented does
not present “a substantial new question of patentabil-
ity”, the request for reexamination will be denied.

2229 Notice of Request in Official Gazette
[R-4]

37 CFR 1.11, Files open to the public

& L] ® ] &

{c) All reguests for reexamination for which the fee under
§1.20(c) has been paid, will be announced in the Official Gazerte.
Any reexaminations at the initiative of the Commissioner pursuant
to §1.520 will also be announced in the Official Gazette. The an-
nouncement shall include at least the date of the request, if any, the
reexamination request control number or the Commissioner initiat-
ed order control number, patent number, title, class and subclass,
name of the inventor, name of the patent owner of record, and the
examining group to which the reexamination is assigned.

(d) All papers or copies thereof relating to a2 reexamination pro-
ceeding which have been entered of record in the paient or reex-
amination file are open to inspection by the general public, and
copies may be furnished upon paying the fee therefor.

Under 37 CFR 1.11(c), reexamination requests with
sufficient fees and any Commissioner initiated orders
made without a request will be announced in the Offi-
cial Gazette. the Reexamination Preprocessing Unit
will complete a form with the information needed to
print the notice. The forms are forwarded at the end
of each week to the Office of Publications for printing
in the Official Gazette.

In addition, a record of requests filed will be locat-
ed in the Public Search Room and in the Reexamina-

2200-22




CITATION OF PRIOR ART AND REEXAMINATION OF PATENTS 2233

tion Preprocessing Unit. Office personnel may use the
PALM System to determine if a request for reexami-
nation has been filed in a particular patent. The Offi-
cial Gazette notice will appear in-the notice section of
the Official Gazetze under the heading of “Reexamina-
tion Requests Filed” and will include the name of any
requester along with the other items set forth in %37
CFR¢ 1.11(c).
2230 Constructive Notice to Patent Owner

In some instances it may not be possible to deliver
mail to the patent owner because no current address
is available. If all efforts to correspond with the
patent owner fail, the reexamination proceeding will
proceed without the patent owner. The publication in
the Official Gazette of the notice of the filing of a re-
quest or the ordering of reexamination at the initiative
of the Commissioner will serve as constructive notice
to the patent owner in such an instance.

2231 Processing of Reguest Corrections

Any payment of insufficient fees should be marked
“Box Reexam” so that the fee may be promptly for-
warded to the Reexamination Preprocessing Unit. If
the fee payment completes the payment of the re-
quired fee, the request will be processed, notice will
be published in the Official Gazette and the request
will be forwarded to the appropriate examining group
for determination.

Any correction of a defect other than the fee
should be directed to the examining group where the
file is located. The group clerical personnel process
any timely corrections and enter them in the file of
the reexamination.

2232 Public Accesz [R-4]

The reexamination folders will be stored in a sepa-
rate central location in the patent examining group
unless being acted upon by the examiner or a commu-
nication is being processed by the group clerical per-
sonnel. In view of the desire to conduct the reexam-
ination proceeding with special dispatch, the reexam-
ination folder may NOT be available to the public
when it is in the Reexamination Preprocessing Unit,
and when the examiner has started consideration of
some matter until an action is mailed. However, all
areas should be as reasonable as possible in allowing
access and copying of the file. At times other than
those identified above, the reexamination file will be
made available to members of the public upon re-
quest. Inspection will be permitted in the patent exam-
ining group. If a2 copy of the file is requested, it may
be ordered from the §Certification Branch of the Ex-
amination Services¢®®® Division or the file wrapper
may be hand carried by a member of the group to the
Record Room and left with a member of the Record
Room staff. The file will be dispatched by using
PALM transaction 1034-%§921¢. A charge card will
be stapled to the file identifying the Reexamination
Control Number, Art Unit Number, Reexamination
Clerk’s name and phone number.

A member of the Record Room staff should call
the reexamination clerk in the group when copying is
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-completed, and. the file can then be retrieved by a

member of the group. The group should maintain a
tickler record of the location of the file wrapper by
some system.

Similar procedures should be utilized in the event

-that an associated patent file is requested for inspec-

tion and/or copying. Access to the patent file wrap-
per should be restricted only when the examiner is
prepanng an action in the reexamination folder which
requires consideration of the patent file.
To: RECORD ROOM PERSONNEL
Re: Reexam. No.
Patent No.
Serial No.
This file is charged out from group .....c.ccc.oovvueueen
Please return promptly by:
(7 Office Mail
[0 Calling .....cvervceececrecrerernenernresrenrersesnoseensessessossine
557-......for pickup of the file

Sale of Copies of Reexamination Requests

Copies of reexamination requests, all cited refer-
ences, and the file wrapper and contents of the patent
file for which reexamination is requested are available
at the standard charge per page. Orders for such
copies must indicate the control number assigned the
reexamination request. Orders should be addressed to
the Commissioner of Patents and Trademarks, Wash-
ington, D.C. 20231, Attention: *pExamination¢ Serv-
ices Division.
To DETERMINE ON PALM IF A REEXAMINATION RE-

QUEST HAs BEEN FILED FOR A GIVEN PATENT

MNUMBER

Assume Patent Number Is 4104156

—~Clear PALM Terminal

—RKey In: 3110 And Press Send

—When Screen Fills

Enter: PAT NO 4104156 (In Family Name)

Press: TAB

Enter: $ (In Given Name)

Press: TAB

Enter: Y

Press: SEND

Any reexamination for the patent number will be
listed on the return screen.

There will be about a
filing and data entry.

2233 Processing in Examining Group [R-4]

Each examining group has designated at least one
docket clerk and one backup clerk to act as the
reezamination clerk and has assigned to that person
those clerical duties and responsibilities which are
unique to reexamination. The regular docket clerks
will still perform their normal duties and responsibil-
ities in handling papers and records during the actual
reexamination process. The reexamination clerk has
sole responsibility for clerical processing until such
time as the request is either granted or denied. If a re-
quest is granted, the responsibility for all docket ac-

ten (10) day lag between
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tivities relating to ex parte exammaucn is amgned to
the regular docket clerk '

FEES

Under reexamination, there are no fees due other
than for the request and any appeal, brief, and oral
hearing fees under *$37 CFR¢ 1.191, 1.192 and
1.194(b). No fees are required for additional claims
added or for issue of the. certificate. Any petitions
filed under “§37 CFR§ 1.182 or 1.183 relating to a re-
examination proceeding require fees (37 CFR 1.17(h)).
$Small entity reductions are available to the patent
owner for the appeal, brief, and oral hezring fees.
Small entity reductions in fees are not available for
the reexamination filing fee nor for petition fees.
When a fee is required in a merged proceeding, only
a single fee is needed even though multiple copies of
the submissions (one for each file) are required.§

MaILING

A transmittal form with the requester’s address will
be used to forward copies of Office actions to the re-
quester. Whenever an Office action is issued, a copy
of this form will be made and attached to a copy of
the Office action. The use of this form removes the
need to retype the requester’s address each time a
mailing is required. When the patent owner is the re-
guester, no such form is needed.

The following steps should Ye taken when process-
ing reexamination requests in the examining groups.

1. Report receipt of the reexamination file in the
group on the PALM terminal and forward the file to
the group’s reexamination clerk.

2. Date stamp the date of receipt in the group on
the reexamination file.

3. Charge file to the supervisory primary examiner
of the group art unit indicated on the reexamination
file on the PALM terminal and forward the file to the
supervisory primary examiner.

4. The supervisory primary examiner promptly re-
views the subject matter of the patent in which
reexamination was requested and either transfers the
request file (which should rarely occur) or assigns it
to a2 primary examiner. The primary examiner is in-
formed and the request file is returned o the group’s
reexamination clerk for entry of the examiner’s name
into PALM.

5. At about 6 weeks after the filing of the request,
the request file should be given to the examiner and
charged to him or her on PALM.

6. The primary examiner then drafts a decision on
the request and returns it to be typed on a “special”
basis, normally within 8 weeks after the filing date of
the request.

7. The typed decision is forwarded to the primary
examiner for signature. After signing, the file is re-
turned to the group clerical unit for mailing and
PALM update, normally within 10 weeks after the
filing date of the request.

The initial reexamination files “gwere§ regular
patent application files which “§phad§ orange tape ap-
plied to the face. ***§The current§ reexamination file
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wrappem ""have( an orange color for easy 1dent=ﬁ=

eatton

2234 Entry cf Amendmenm [R-4]
37CFR 1121 qu;er of Matking Amgndments. -

[ 8. ] © &

(f) Proposed amendments presented in patents involved in reex-
amination proceedings must be presented in the form of a full copy
of the text of: (1) Each claim which is amended and (2) each para-
graph of the description which is amended. Matter deleted from the
patent shall be placed between breckets and matter added shall be
underlined. Copies of the printed claims from the patent may be
used with any additions being indicated by carets and deleted mate-
rial being placed between brackets. Claims must not be renumbered
and the numbering of the claims added for reexamination must
follow the nomber of the highest numbered patent claim. No
amendment may enlarge the scope of the claims of the patent. No
new matier may be introduced into the patent.

Amendments which comply with 37 CFR 1.121(f)
are entered in the reexamination file wrapper. An
amendment is given a Paper No. and is designated by
consecutive letters of the alphabet (A, B, C, etc.).

The amendment will be entered by drawing a line

in red ink through the claim(s) or paragraph(s) can-
celled or amended, and the substituted copy being in-
dicated t - reference letter. Claims must not be re-
number.u and the numbering of the claims added
during reexamination must follow the number of the
highest numbered patent claim.

ALL amendments in reexamination proceedings
must be presented in the form of a full copy of the
text of each claim which is amended and each para-
graph of the description which is amended.

If a portion of the text is amended more than once,
each amendment should indicate ALL of the changes
(insertions and deletions) in relation to the current
text of the patent under reexamination.

Examples of proper claim amendment format are as
follows:

i. Patent claim:
A cutting means having a handle portion and a
blade portion.
2. Proper first amendment format:
A [cutting means] knife having a bone handie por-
tion and a noiched blade portion.
3. Proper second amendment format:
A [cutting means] knife having a handle porticn
and a gerrated blade portion.
* Note that the second amendment includes the
changes presented in the first amendment, i.e. {cutting
means] knife, as well as the changes presented in the
second amendment, i.e. serrated, However, the term
notched which was presented in the first amendment
and replaced by the term serrated in the second
amendment and the term bone which was presented
in the first amendment and deleted in the second
amendment are NOT shown in brackets, i.e. [notched]
and {bone], in the second amendment. This is because
the terms {notched] and [bone] would not be changes
from the current patent text and therefore are not
shown. In both the first and the second amendments,
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the entire claim is presented with all the changes from
the current patent text. . -

Although amendments will be entered for purposes
of examination, the amendments are not legally effec:
tive until the certificate is issued.

See ")MPEPQ 2250 for manner of makmg amend-
ments by patent owner.

For entry of amendments in a merged proceedmg
see "PMPEP§ 2283 and 2285.

2235 Record Systems -

PAJ.M—MONITORING SYSTEMS

The Patemt Access and Location Monitoring
(PALM) system is used to support the reexamination
process. The sections below delineate PALM related
activities.

1. Reexamination File Data on PALM-—The routine
PALM retrieval transactions are used to obtain data
on reexamination files. The user keys in the retrieval
transaction code (2952, 2962, etc.) the reexamination
series code (90) and the reexamination control
number. Almost all data displayed for reexamination
files has the same meaning as for regular patent appli-
cations. Two changes should be noted. In the first
named applicant location (normally upper left corner,
abbreviation APPL) the patent number being reexam-
ined will appear for reexamination files. For a patent
undergoing reexamination the number of the proceed-
ing can be determined on the 2953 retrieval screen.
The pertinent reexamination number(s) will appear in
the ‘“Details” section of the screen as a six digit
number preceded by an “R”, If no “R” number is
present then no reexamination has been filed.

2. Reexamination File Location Control—The loca-
tion of a reexamination file is monitored in the same
manner as regular patent application files. All PALM
transactions are equally applicable to regular patent
applications and reexamination files.

3. Patent File Location Control—The movement of
patent files related to requests for reexamination
throughout the Office is monitored by the PALM
system in the mormal fashion. Within the groups the
recxamination file and patent file will be kept togeth-
er, from initial receipt until the reexamination is as-
signed to an examiner for determination. At this point
the patent file will be charged to the examiner as-
signed thc reexamination file (use transaction 1036)
and will be kept in the examiner’s room until the pro-
ceeding is terminated. After the reexamination pro-
ceeding has been terminated, the patent file should be
forwarded with the reexamination file to the Office of
Publications via the appropriate office. Publishing Di-
vision will forward the patent file and the reexamina-
tion file to the Record Room after printing of the cer-
tificate.

4. Reporting Events to PALM~—The PALM system
is used to monitor major evenis that take place in
processing reexamination proceedings, During initial
processing all major pre-ex parte examination events
are reported. During the ex parte phase the mailing of
examiner’s actions are reported as well as owner’s re-
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sponses ‘thereto. The group reexamination clerk is re-
sponsible - for. reporting. these events using the bar
code .reader (BCR) initiated 2920 cathode ray tube
(CRT) update s-reen display. The events that will be
reported are as follows:

- Determination Malled—Demal of request for reex-
ammatlon

Determination Mailed—Grant of request for reex-
amination.

Petition for reconsideration of determination re-
ceived.

Decision on petition mailed-—Denied.

Decision on petition mailed—Granted.

Owner response to determination received.

Requester response to determination received.

The mailing of all examiner actions.

The receipt of owner’s responses to examiner’s ac-
tions and Office receipt date.

Each of these events, as well as additional events
reported by the Reexamination Preprocessing Unit
will be permanently recorded and displayed in the
“Contents” portion of PALM. In addition, status rep-
resentative of these events will also be displayed.

5. Status Report—Various weekly “tickler” reports
can be generated for each group given the event re-
porting discussed above. The primary purpose of
these computer outputs is to assure that reexamina-
tions are, in fact, processed with “special dispatch.”

PALM Reports—A number of automated reports
generated from the PALM system are provided to the
groups at the beginning of each week. These reports
serve to indicate to the groups when certain deadlines
are approaching. Each report is subdivided by group
and lists the requests in control number sequence. The
following reports have been identified.

Reguests not yet received in group—This report
serves to indicate to a group those reguests assigned
to it for which preprocessing has not been completed
and which have not yet been received in the group.
This report provides an indicator of future workload
as well as identifying potential, problem stragglers.

Reguests Not Yet Assigned to an Examiner—This
report serves to highlight those requests which have
not been assigned to an examiner by the six week an-
niversary of their filing. Requests appearing on this
report should be located and docketed immediately.

Requests Which Should Be Taken Up for Determina-
tion—This report lists those requests which have been
assigned to an examiner and in which no determina-
tion has been mailed and the six week anniversary of
their filing is past. Requests on this report should be
taken up for determination by the examiner.

Reguests for Which Determinations Should Be Pre-
pared—This report lists those requests which have
been assigned to an examiner and in which no deter-
mination has been mailed and the two month anniver-
sary of their filing is past. Determinations for requests
on this report should be in the final stages of prepara-
tion.

®Reguests for Which Determinations Should Have
Been Mailed—This report lists those requests which
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have been assigned to an examiner and in which no
determination has been mailed and the ten week anni-

versary of their filing is past. Determinations for re-
quests on this report should be mailed immediately.

*Overdue Determinations—This réport lists those re-
quests in’ which no determination has been mailed and
the three month anniversary of their ﬁlmg IS ‘past.
This report should always be zero.

Overdue Petitions for Reconsideration of a Denial—
This report lists those requests in which the determi-
nation denied reexamination and no petition has been
received and six weeks have passed since the determi-
nation was mailed. Reguests on this report should be
terminated.

Overdue Owner Responses to Determinations—This
report lists those requests in which the determination
ordered reexamination and the owner has not filed a
response and ten weeks have passed since the mailing
of the determinstion. These reguests should be taken
up for immediate ex parte action by the examiner.

Overdue Reguester Responses to Statements—This
report lists those requests in which a proper owner
statement was received and mo requester reply has
been received and ten weeks have passed since the re-
ceipt of the owner response. These requests should be
taken up for immediate action.

*Overdue First Ex Parte Actions—This report lists
those requests in which reexamination has been or-
dered and a first action has not been mailed and six
weeks have passed since the request became available
for ex parte prosecution. These reguests should be
taken up for immediate action by the examiner.

SOverdue Action or Examiner’s Answer—This report
lists those reexaminations which are up for second or
subsequent action by the examiner and no such action
has been mailed and two months have passed since
the filing of an owner response to a previous action.

*Overdue Advisory Action-—This report lists those re-
examinations which are up for action by the examiner
and no such action has been mailed and one month
has passed since the filing of an owner response to a
previous final action.

*Overdue Owner Response—This report lists those
requests in which there has been an action rendered
and four months have passed without an owner re-
sponse.

“Overdue Certificates—This report lists those re-
quests in which a Notice of Intent to Issue a Reexam-
ination Certificate has been mailed and three months
have passed since its mailing and no issue date has
been assigned.

“Requests With Prolonged Prosecution—This report
lists pending requests which have not matured into a
certificate and fifteen months have passed since the
date of filing.

*Asterisk items require immediate action and fol-
fowup, if appropriate.

6. Historical Reporting—£A variety of historical re-
ports are possible given the event recording described
above. Thus such statistics as the number of requests
filed and determinations made in a specified period or
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number or kind of reexaminations in which an appeal
was filed can be made avallable "

2236. Assignmezat of ‘Reenmination [R-4]}

Reexamination requests ‘should normally be as-
signed to the art unit which examines the class and
subclass in which the patent to be reexamined is pcur-
rently¢ classified as an original and to the primary ex-
aminer most familiar with the claimed subject matter
of the patent. Where no knowledgeable primary ex-
aminer is available, the reexamination may be assigned
to an assistant examiner. In such an instance the su-
pervisory primary examiner must sign all actions and
take responsibility for all actions taken.

2237 ‘Transfer Procedure

Although the number of reexamination requests
which must be transferred should be very small, the
following procedures have been established for an ex-
peditious resolution of any such problems.

No transfer inquiry forms (PTO-447A) should be
used in reexamination situations. All reexamination re-
quests in which a transfer is desired must be hand car-
ried with the patent file by the supervisory primary
examiner io the supervisory primary examiner of the
group art unit to which a transfer is desired. Any con-
flict which cannot be resolved by the supervisory pri-
mary examiners will be resolved by the groups direc-
tors involved.

If the reexamination request is accepted in the
“pew’” art unit, the “new” supervisory primary exam-
iner assigns the request to an examiner and the “new”
group’s reexamination clerk PALMS in the request.

2238 Time Reporting [R~4]
A. Clerical time reporting

Both the Program Management System (PMS) and
Payroll systems mow used to monitor clerical time
have been modified to report reexamination activities.
Time devoted to processing actual reexamination files
in the groups should be reported using the §appropri-
ate§ PMS Code® and Project Code®. It should be
noted that all clerical time