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PATENTS

PART 1—RULES OF PRAC’HCE IN PATENT

lIO

- CASES «
Subpart A—General Proviglons

GENERAL INFORMATION AND CORRESPONDENCE

All communications to be addressed to Commlssxoner of Pat-
ents and Trademarks.

Business to be transacied in writing.

Business to be conducted with decorum snd courtesy.

Nature of correspondence.

Identification of application, patent or registration.

Receipt of letters and papers.

. Times for taking action: Espiration on Saturday, Sunday or

Federal holiday.
Certificate of mailing.
Definitions.
Filing of papers and fees by “Espress Meil" with certificate.

Rl-:coms AND FILES OF THE an‘r AKD TRADEMARK OFFICE

Files open to the public.

Assignment records open to public inspection.
Copies and certified copies.

Patent applications preserved in secrecy.
Requests for identifiable records.

FEES AND PAYMENT OF MONEY

Naztional application filing fees.

Patent application processing fees.

Patent issue fees.

Document supply fees.

Post-issuance fees.

Miscellaneous fees and charges.

Fees payable in advance.

Method of payment.

Coupons.

Deposit accounts.

Refunds.

Statement of status as small entity.

Effect on fees of failure to establish status, or change status,
as a small entity.

Subpart B—National Processing Provisions

PROSECUTION OF APPLICATION AND APPOINTMENT OF ATTORNEY

1.31
1.32
1.33

1.34
1.36

OR AGENT

Applicants may be represented by an attorney or agent.

Prosecuiion by assignee.

Correspondence respecting pateat applications, reezamination
proceedings, and other proceedings.

Recognition for representation.

Revoestion of power of attorney or suthorization; withdraw-
s} of attorney or agent.

Wuo MAY APPLY FOR A PATENT

Applicant for patent.

When the inventor is dead.

When the inventor is insane or legally incapacitated.

Proof of authority.

Joint inventors.

Assigned inventions and patents.

Filing when an inventor refuses to sign or cannot be reached.
Correction of inventorship.

THE APPLICATION

General requisites of an application.
Language, paper, writing, margins.
Serial number, filing date, and completion of application.

Y

1.57
1.58
1.59
1.60

1.61
1.62

1.71
1.72
1.73
1.74
1.75
1.77
1.78

1.79

1.81
1.83
1.84
1.85
1.88

1.91

1.92
1.93
1.94
1.95
1.96

1.101
1.102
1.103
1.104
1.105
1.106
1.107
1.108
1.109
1.110

L111
1.112
1.113

Parts of application to be filed together; filiag receipt.
Claim for foreign priority.
Duty of dmclosure. fraud; mikms of mpcm of applwa-

[Rmtved]

Chiemical and mathematical formulas aad cables.

Papers of application with filing date aot to be returned,

Continuing or divisional application for imveation disclosed in
a prior application.

Filing of applications in the United States of America as a
Degignated Office.

File wrapper continuing procedure.

OaTH OR DECLARATION

Osth or declaration.

Person making oath or declaration.

Officers authorized to administer oaths.
Supplemental oath or declaration.
Declaration in lieu of oath.

Foreign language ogths and declarations.
Oath or declmtlon under 35U S C 37!(c)(4)

Spscmc.tmos .

Detailed description and specnﬁcatxon of the mvenuon

Title and abstract.

Summary of the invention.

Reference to drawmgs

Clairn(s).

Arrangement of application elemerits.

Claiming benefit of earlier filing date and cross-references to
~ other applications.

Reservation clauses not permitted.

THE DRAWINGS

Drawings required.
Content of drawing.
Standards for drawings.
Informal drawings.

Use of old drawings.

MobpELS, EXRIBITS, SPECIMENS

Models not generally required as part of application or
patent.

Model or exhibit may be required.

Specimens.

Retura of models, exhibits or specimens.

Copies of exhibits.

Submission of computer program listings.

INFORMATION DISCLOSURE STATEMENT

Filing information disclosure statement.
Content of information disclosure statement.
Updating of information disclosure statement.

EXAMINATION OF APPLICATIONS

Order of examination.

Advancement of examination.

Suspension of action.

Nature of examination; examiner’s action.

Completeness of examiner’s action.

Rejection of claims.

Citation of references.

Abandoned applications not cited.

Reasons for allowance.

Inventorship and date of invention of the subject matter of
individual claims.

ACTION BY APPLICANT AND FURTHER CONSIDERATION

Reply by applicant or patent owner.
Reconsideration.
Final rejection or action.
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1116
1.137
1.118
1119

Li21
1.122

1123
1.124
1125
1126
1127

1131
1.132

1.133

1134
1.135
1.136

1.137
1.138

1.141
1.142

1.143

1.144
1.145
1.146

1.151
1.152
1.153
1.154
1.155

1.161
1.162
1.163
1.164
1.165
1.166
1.167

1.171
1.172
1.173
1.174
1.175
1.176
1.177
1.178
1.179

1.181
1.182
1.183
1.184

WM OF PATENT EXAMINING PROCEDURE

dmandeant:

AFFIDAVITS OVERCOMING REJECTIONS

Affidavit or declaration of prior inveation to overcome
cited patent or publicetion.
Affidavits or declarations traversing grounds of rejection.

INTERVIEWS
Interviews.

TiME FOR RESPONSE BY APPLICANT; ABANDONMENT OF

APPLICATION

Time period for response to an Office action. :

Abandonment for feilure to respond within time period.

Filing of timely responses with petition and fee for esten-
mofnmemdextennomofhmeforcause

Revivel of sbendoned application.

Ezprese ebandonment.

Jomvmwmvmonsmmzmwmm Rrsmnmon

Different inventions in one application.
Requirement for restriction. .
Reconsideration of fequirement. .
Petition from reqmrement for restriction.
Subsequent presentation of claims for different invention.
Election of species.

DESIGN PATENTS
Rules applicable.
Drawing.
Title, description and claim, oath or declaration.
Arrangement of specification.
Issue and term of design patents.

PLANT PATENTS

Rules applicable.
Applxmnt. cath or declaration.

REISSUES

Application for reissue.
Applicants, assignees.
Specification.
Drawings.
Reisgue oath or declaration.
Exsmination of reissue.
Reissue in divisions
Original patent.
Notice of reissue application.
PETITIONS AND ACTION BY THE COMMISSIONER

Petition to the Commissioner.
Questions not specifically provided for.

Suspension of rules.
Reconsideration of cases decided by former Commissioners.

APPEAL TO THE BOARD OF PATENT APPEALS AND INTERFERENCES

1.19%
1.192
1.193

Appesl to Board of Patent Appeals and Interferences.
Appellant’s brief.
Examiner’s answer.
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1.248

£.291
1.292

1.293
1.294
$.295
1.296

1.297

Decimubythem'doﬁ’atem Appedsmd lmerfercnceo

Action following decision.
Reopening after decision,

Mmmmm Pnovnswm

Service 6f Papcn, manner, of service; ‘proof of service in
cases other than interferences.

PROTESTS AND PUBLIC USE PROCEEDINGS

Protests by the public against pending applications.
Public use proceedings.

STaTUTORY INVENTION REGISTRATION

Statutory invention registration.

Enamination of request for publication of & stetutery inven-
tion registeation and patent epplicetion to which the re-
quest is directed.

Review of decision finally refusing to publish a statutory in-
vention registration.

Withdrawal of reguest for publlcatxon of statutory invention
registration.

Publication of statutory invention registration.

REVIEW OF PATENT AND TRADEMARE OFFICE DECISIONS BY

1.301
1.302
1.303
1.304

8311
1.312
1.313
1.314
1.315
1.316
1.317
1.318

1.321

1.322
1.323
1.324
1.325

1.331
1.332
1.333
1.334
1.335

1.351
1.352

1.362
1.363
1.366
1.377

1.378
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COURT

Appe&l to U S. Court of Appeals for the Fedeml Circuit.
Notice and reasons of appeal.

Civil action under 35 U.S.C. 145, 146, 306.

Time for appeal or civil action.

ALLOWANCE AND ISSUE OF PATENT

Notice of allowance.

Amendments after allowance.

Withdrawal from issue.

Issuance of patent.

Delivery of patent.

Application ebandoned for failure to pay issue fee.

Lapsed patents; delsyed payment of balance of issue fee.

Notification of nationsl publication of a patent based on an
international application.

DisCLAIMER
Statutory disclaimer.
CORRECTION OF ERRORS IN PATENT

Certificate of correction of Office mistake.
Certificate of correction of applicant’s mistake.
Correction of inventorship in patent.

Other mistakes not corrected.

ASSIGNMENTS AND RECORDING

Recording of assignments.

Receipt and recording.

Conditional assignments.

Issue of patent to assignee.

Filing of notice of arbitration awards.

AMENDMENT OF RULES _

Amendments to rules will be published.
Publication of notice of proposed amendments.

MAINTENANCE FEES

Time for payment of maintenance fees.

Fee address for maintenance fee purposes.

Submission of maintenance fees.

Review of decision refusing to accept and record payment
of a maintenence fee filed prior to expiration of patent.

Acceptance of delayed payment of maintenance fez in ex-
pired patent to reinstate patent.
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i 40!
1.412
1413
1.414"
1415

1.421
1.422
1.423
1.424
1.425

1.431
1.432
1433

1.434
1.435-
1436,
1.437
1438 T

1445

1451

1.465
1.468

1.471
1.475

1.481

1.482

Pwvhiou

... GENERAL INFORMATION .

W‘MWWMMWMTW ,

. The Usited States Receiving Office, .
“Thie Uniterd Soites Thternational Searchmg Amhonty
mumsmmmmomoe

Wito May FILE AN INTERNATIONAL Amncanon

Applicant for international applicamu.

When the izveator is dead.

When the inventor is uuane or legnlly mmmed
Joint imventors. -

Fulmg by other than inventor.

TeE INTERNATIONAL Anucnnow

Imternstions] application requirements. .-
Designation of States and payment of dengmmn feea
Physical sequirements of mtemanoml app!mon

FEES

vlmmmmalapphmnonﬂhngandprocmngfm Cee
Refond of - mtemanonal apphcauon ﬁ!mg and procesmng,

= fas. n .
o , B Pmonmr L
The priority cleim end priority document in an international
REPRESENTATION ]
Representation in international applications.
TranNsMITTAL OF Recorp Cory

Procedures for transmittal of record copy to the Interna-

tioaal Bureau.
TIMING. :
Timing of application processing besed on the priority date.
Delays in mesting time limits.
AMENDMENTS

Corrections and smendments during international process-
Chlﬂn:%& in persom, name, or address of applicants end in-

ventors.

UNITY OF INVENTION

Determination of unity of invention before the International

Searching Authority.
Protest to lack of unity of invention.

Subpert D—Reexaminstion of Patents
CITATION OF PRIOR ART
Citation of prior art in patent files.
REQUEST FOR REEXAMINATION

Request for reexamination.

Determination of the request for reexamination.
Reexsmination at the initiative of the Commissioner.

REEXAMINATION

Order to reexamine.

Statement end amendment by patent owner.

Reply by requester.

Consideration of responses.

Conduct of reexamination proceedings.

Scope of reexamination in reexamination proceedings.
Duty of disclosure in reexamination proceedings.
Intesviews in reexsmination proceedings.

Coacurrent office proceedings.

1.570

1.60t
1.602
1.603

1.604

1.605
1.606

1.607
1.608

1.609
1.610

1.611
1.612
1.613

1.614
1.615

1.616 Sancti

1.617
1.618

1.621
1.622 -

1623

1.624
1.623
1.626
1.627

1.628
1.629
1.630
1.631
1.632

1.633

1.634
1635

1.636
1.637
1.638
1.639
1.640

1.641
1.642
1.643

1645
1.646
1.647
1.651

1.652
1.653
1.654
1.658
1.656
1.657
1.658
1.65%
1.660
1.661

Interference between apphcatwm. subject; matter of the in-

Reguest for mtefference betwecn appllcmom by an npplu-
cant.

Suggestion of claim to npphcam by examiner..

Interference between am application and & patent. subject
matter of the interference. - . )

Reguest by applicent for interference with patent.

Interference . between an: application' and a patent, prima
Jacie showing by applicant. .

Preparation of intefference papers by examiner. -

Assignment of interference to exammer-m-chlef time period
for completing interference.

Declaration of interference.

Access.to applications. -,

Lead attorney, same attorney reprmntmg different parties
in an inteeference, witlidrawal of attorney or agent.

Jurisdiction over interference.

Suspemwn ‘of ‘e ex ‘parie pﬂmcuudn
for failure to comply. with.rules or order.

Retumofunanthonzedpapers o T

Préliminsry statement, time for filing; notice of filing.

Preliminary statemmt, who made! invention, whére inven-
;- tion made,, . -

Prelnmmary statcment, mventlon made in Umted Smes

Preliminary statement; invention made abroad.
Preliminary statement; derivation by ai opponent

Preliminary statement; earlier application.

‘Prelxmmary smanent, sca.lmg before filing, opening of state-

ment..

, Prehmmary swancnt, correctlon of error.

Eﬂ'ect of prelxmmary statement.

Reliance on earfier applxcatton

‘Access to prebmmary statement, service of preliminary
statement.

Notice of intent to argue abandonmem, suppression, or con-

. cesiment by opponent.

Preliminary motions.

Motion to correct inventorship.

Miscellaneous motions.

Mcmons, time for filing.

Conteént of motions. : )

Opposition and reply, time for filing opposition and reply.

Evidence in support of motion, opposition, or reply.

Motions, hearing and decision, redeclaration of interference,
order to show cause.

Unpatentability discovered by examiner-in-chief.

Addition of application or patent to interference.

Prosecution of interference by assignee.

Petitions in interferences.

Extension of time, Iate papers, stay of proceedings.

Service of papers, proof of service.

Translation of document in foreign language.

Setting times for discovery and taking testimony, parties en-
titled to take testimony.

Judgment for failure to teke testimony or file record.

Record and exhibits.

Final hearing.

Matters considered in rendering a final decision.

Briefs for final hearing.

Burden of proof as to date of invention,

Final decision.

Recommendation.

Notice of reexamination, reissue, protest, or litigation.

Termination of interference after judgment.
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Requm for entry ofndvenepdm reimue filed by pat-

Smm of claim of defented apphmtmermerference
*ction after intetference. ‘

Second interference. ‘
Fihmaofmterfermmﬂmtw
Evndememmteomplymtkmh

. Manner of taking testimony.. .

674 “Pemubefwewb«ndcpociﬁmmyhemm o
678 anmmuon of wmleu, mdmg and signing transcipt of

* deposition.
1.676 Certification and ﬁlmg by officer, marking exhibits.
:g‘% ;"_orm of a t;femcﬂpt depom;x:n

X ransceipt of deposition muet be filed.
1.679 Inspection of transcript. : '
1.682 Official records and printed publicatioss.
683 Testimony in another interference, procendiag, or action.
684 Testimony in a foreign countsy.

685 Errors and u-teguiantm in depositions.

3-%2%5?.%%
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Aumoam 38 U.S.C. 6, unless otherwise noted.
Sounce: 24 FR 103327Dec 22, 1959, wrlem otherwige noted,

Subpart A~Cenersl Provisions
GENERAL INFORMATION AND CORRESPONDENCE

(@) All kettem and other communi -
fortbePateutdemdemarkOﬁicemmbeade
dressed to “Commissioner of Patents amd Trade-
marks,” Washington, D.C. 20231. When appropriate,
a letter should also be marked for the attention of a
particular officer or individual,

(b) Letters and other communications relating to
international applications during the international
stage and prior to the assignment of a national serial
number should be additionally marked “Box PCT.”

(c) Requests for reexamination should be additional-
ly marked “Box Reexam.”

(d) Payments of maeintenance fees in patents and
other communications relating thereto shouid be addi-
tionally marked “Box M. Fee.”

(e) Communications relating to interferences and
applications or patents involved in an interference
should be additionally marked “BOX INTERFER-
ENCE.”

Note: Sections 1.1 to 1.26 are applicable to trademark cases as
well s to national and international patent cases escept for provi-
gions specifically directed to patent cases, See § 1.9 for definitions
of “nstional application” and “international application.”

(Pub. L. 94-131, 89 Stat. 685)

[46 ¥R 29181, May 29, 1981; para. (4) added 45 FR 34724, Aug. 31,
1984, effective date Wov. 1, 1984; para. (€), 49 FR 48416, Dec. 12,
1984, effective dute Feb. 11, 1985]

1.2 Business to be transucted in writing,
All business with the Patent and Trademark Office

should be transacted in writing. The personal attend-
ance of applicants or their attorneys or agents at the

Patent and Trademark Office is unnecessary. The
action of the Patent and Trademark Office will be
based exclusively on the written record in the Office.
No attention will be paid to any alleged oral promise,
stipulation, or understanding in relation to which
there is disagreement or doubt.

Rev. 1, Oct. 1985

MANUAL OF PATBNT EXAH!N[NG PROCEDURE

1.3 Bminess to be conducted with decorm

Applicants and their ‘sttorneys” or agents are re- (
quired ‘to condict théir business with ‘the Patent and =~ \
Trademagk Office with ; cburtesy ‘Papers
presented in violation of this requirement will be sub- -
mitted to the Commissioner and:will be returned by
his direct order. Complaints . agamst examiners and
other empioyees must be made in. commumcat:ons

separate from other papers.
1.4 Nature of correspondence.

(a) Correspondence wnth the Patent and Trademark
Office comprises:

(1) Correspondence relating to services and facili-
ties of the Office, such as general inquiries, ‘Tequests
for pubhcatxons supplied by the Office,. orders for
printed copies of patents or trademark regmtmuons,
orders for copies of records, transmission of assngn— '
ments for recording, and the like, and "~ "

{2) Correspondence in and relatmg to a partlcular
applmatmn or other proceedmg in the Ofﬁce See par-

B, §§ 1.31 to 1.352; of international apphcatlons in
Subpart C, §§ 1.401 to 1.482; of reexamination of pat-
ents in Subpart D, §§ 1.501 to 1.570; of interferences
in Subpart E, §§ 1.601 to 1.688; and of trademark ap-
plications §§ 2.11 to 2.189.

(b) Since each application file should be complete
in itself, a separate copy of every paper to be filed in
an spplication should be furnished for each applica-
tion to which the paper pertains, even though the
contents of the papers filed in two or more applica-
tions may be identical.

{c) Since different matters may be considered by
different branches or sections of the Patent and
Trademark Office, each distinct subject, inquiry or
order should be contained in a separate letter to avoid
confusion and delay in answering letters dealing with
different subjects.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)

f24 FR 10332, Dee. 22, 1959; 43 FR 20461, May 11. 1978; para. (a).
48 FR 2707, Jan. 20, 1983, effective date Feb. 27, 1983; para. (a), 49
FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

1.5 Identification of application, patent or reg-
istration,

(@ When a letter comcerns an application for
patent, it should state the name of the applicant, the
title of the invention, the serial number or internation-
al application number of the application, the date of
filing the same, and, if known, the group art unit or
other unit within the Patent and Trademark Office re-
sponsible for considering the letter and the name of
the examiner or other person to which it has been as-
signed.

(b) When the letter concerns a patent, it should
state the number and date of issue of the patent, the
name of the patentee, and the title of the invention.

R—6




the number and date of the certificate;':
{d) A letter relatmg to a reexmmnatnon

should identify it as such by the number of. the, patent:

undergoing reexamination, the reexammatxo rcq\mt
corntrol number assigned to. such  pro '

known, the group art unit and name of the exammetf'

to which it has been assigned. .

(e) When & paper conceins an' mterference, lt-:‘
should state the nimes of the parties and the’ mxmber ‘

of the mterference The name of the éxamineér-

assigned to the interference (§.1.610).and the. name of
the party filing the paper should appear compxcuously'

on' the first page of the paper. -

(Pub. L., 94131, 89 Stas. 685; 38 US.C. 6, Pub. L. 97-2¢1)
[24 FR 10332, Dec. 22, 1959; 46.FR 29181, May 29, 1983; para. (2) -
49 FR 352, Jen. 4, 1984; effective. date Apr. 1, 1984; pam. {e):: 49."

FR. 48416; Dec 12,1984, effective date. Feb. i, 1%5}

1.6 ‘Receipt o“eﬁm and myen. e
(a) Lettem and other papers recenved in the P

and Trademiark Office are’ stamped with the date ‘of

réceipt ‘except whete such letters and papers.are fil

in. 2ecordance with . § 1.10. . Any such. letters and -
papers filed in accordance with § 1. 10 will be stamped -
with the date of deposit as “Express Mail” with the
) United ‘States Postal Service unless the date‘of dcpusxt‘ '
‘ ’a’ Saturday, Sunday, or Federal holiday within the
District .of Columbia in which case the date stamped .

will be the next succeeding day which is pot-a Satur-

day, Sunday, or Federal holiday within the District of

Columbia. No papers are received in the Patént and
Trademark Office on: Saturdays, Sundays or Federal
holidays within the District of Columbig. . :

(b) Mail placed in the Patent and decmark Oi'f ice
pouch . .up to midnight on weekdays, excepting Satur-
days and federal holidays, by the post office at Wash-
ington,: D.C., ‘serving the Patent and Trademark
Office, is..considered as having been received in the
Patent and. Trademark Oft'cc on. the day it was so
placed in the pouch. -

(c) In addition to bemg mmled or delnvered by hand
during . office hours, letters and other papers may be
deposited up to midnight in a box provided at the

guard’s desk at the lobby of building 3 of the Patent

and Trademark Office at Crystal Plaza, Arlington,
Virginia and at the main entrance (14th Street) of the
Department of Commerce = Building, Washington,
D.C., on weekdays except Saturdays and Federal
holidays, and all papers deposited therein are consid-
ered as received in the Patent and Trademark Office
on the day of deposit.

(d) If interruptions or emergencies in the United
‘States Postal Service which have been so designated
by the Commissioner occur, the Patent and Trade-
ark Office will consider as filed on a particular date
" in the Office any paper or fee which is: (1) Promptly
filed after the ending of the designated interruption or

R—7

plication. A - letter. relating 10 mkemek«ed trademark
shouMWyitbythemmeaﬁhewmﬁntmdbyi

réon not ' regnstered t0 pmc
txcc before the Patent and Trademark Ofﬁoe ) ’

[48 Ja ’1933 eﬂ‘ecuve date Feb 21 ms a8 FR
4285, Jan. 31, 1983; 48 FR 4285, Jan. 31, 1983; para. (a). 49mssz,
Jan. 4, 1984 eﬂ'ecnve date Apr l 1984]

1.7 Times for taking mﬂ&n- Expimﬂm on
Saturday, Sunday or Federal holiday. :

Whenever periods of time are’ specnﬁed in’ this part
in'days, calendar’ days are interidéd. When the day, or
the last day fixed by statute or by of under’ this ‘part’
for taking any action or paymg any fee in the Patent
and Trademark "Office falls ‘on’ Saturday, S!mday, or
on a Federal hbliday _v_wthm tﬁe Dlstrnct of Colnmbm, :

@ Except m t_he cass enmﬁerated” bel_ papers'
and fees 1 1

sidered as bemg txmely filed if: (l) The are addressed
to the Commlssmner of Patents and Trademarks,
Washmgton, D.C. 20231, and deposnted thh the U.S.
Postal Service with sufficient postage as first class
mail prior to expnratton of the ‘set penod and @
They also include a certificate for ‘each paper or fee
stating the date of deposit. The person signing ‘the
certificate should have reasonable basis to expect: that
the correspondence would be mailed on or before the
date indicated. The actual date of receipt of the paper
or fee will be used for all other purposes. Thls proce-

dure does not apply to the followmg '

@) The filing of a natnonal patent appllcatnon specifi-
cation and drawing or other papers, for the purpose of
obtaining an application filing date; .

(ii) The filing of trademark applications;

(iii) The filing of agreements between parties to an
interference under 35 U.S.C. 135(c); . :

(iv) The filing of an affidavit showing that a mark
is still in use or containing an excuse for nonuse under
section 8 (a) or (b) or section 12(c) of the Trademark
Act, 15 U.S.C. 1058(a), 1058(b), 1062(c);

(v) The filing of an application for renewal of a
mark registration under section 9 of the Trademark
Act, 15 11.8.C. 1059;

(vi) The filing of a petition to cancel a registration
of a mark under section 14 (a) or (b) of the Trade-
mark Act, 15 U.S.C. 1064(a), 1064(b);

Rev. 1, Oct. 1985
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(V“)“wmmsofanamdamummnonls sub—

(d)‘A smallwbumm ‘concern s as md in this chmwr"r

. mmybwmmmnmdeﬁmdbyﬂww--:

iom in:13 CFR! 121,12 -For the

S.C. 141 o
1§ ._,Us.C. 1071(1)(1)-‘ ,39.-_ wther Wty
. appealto‘.;tnl,w 4

under 35 U.S.C. 142 or a notice of appeal under sec-
tion ‘21(@X2) of the Trademark Act, 15 Us.C.
1071(e)(2);

(x) The filing of a statementv upder 42 U S C 2!82 ;

or 42 U.8.C. 2457(c); and

(xi) The filing of international “spplications for

patent and papers relating thereto.

.(xii) The filing of a paper in an_ mteiference whmh;
an. exammet-m-chwf orders to be filed - -by. band or..

“Express Mail.”

_(xiif). Papers. filed in connection with a dlscxplmary

procwdmg under Part 10 of this. subchapter
; (b) In_the event that, correspoxwence or .‘.f

Ofﬁce, ancf bAthe applwat:on is held to be
the proceeding dismissed, terminated, or dec

prejudice, the correspondence or “fee will be consnd-""
ered timely if the party who-forwarded such cotre- '
spondence or fee (1) informs the Office of the previ-
ous magiling of the correspondence . or fee: prompily

after becoming aware of the Office action, (2) supplies
an additional copy of the previously ‘mailed corre-

spondence or fee and certnﬁcate, and (3) includes a

declaration under § 1.68 ‘or §2.20 which attests on a
personial knowledge basis or t6 the satisfaction of the
Commissioner to the previous timely mailing.

{OMB Control Nos. 0651-0009 & 0651-0011]

(Pub, L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)

{41 FR 43721, Oct. 4, 1976; 43 FR 20461, May 11, 1978; pera. (8),
47 FR 47381, Oct. 26, 1982, effective date Qct. 26, 1982; para. (a),

48 FR 2708, Jen. 20, 1983, effective date Feb. 27, 1983; para. (@), 49

FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985; para. (2), 49
FR 5171, Peb, 6, 1985, effective date Mar. §, 1985]

1.9  Definitions.

(a) A national application as used in this chapter
means a U.S. national application for patent which
was either filed in the Office under 35 U.S.C. 111 or
which resulted from an international application after
compliance with 35 U.S.C. 371.

() An international application as used in this
chapter means an international application for patent
filed under the Patent Cooperation Treaty prior to en-
tering national processing et the Designated Office

stage.

(c) An independent inventor as used in this chapter
means any inventor who (1) hes not assigned, granted,
conveyed, or licensed, and (2) is under no obligation
under contract or law to assign, grant, convey, or fi-
cense, any rights in the invention to any person who
could not likewise be classified as an independent in-
veator if thet person had mede the invention, or to

Beev. 1, Oct, 1968

(ix) The' ﬁlmg of a notnce and rcasons of appeal;

convcmen of ma of ﬂme regulahom, ﬂm def-‘ :
mmm states sariiiin

Q 121 12 Small blm‘uenﬁr mﬁw reduced pamr Jeen,

(a)PumuanttoPubLW—Zﬂ amﬂlbwmmcemfmpur
pmaofpaymgreducedfeeemdcruvs Code 41 '(a) and (b) to
the ' Peiént’ and: Tradeniark mehng sy business comcern (1)
whoee number of employees, incleding those of its dffilistes, docs
mmmmma)wmmummmd,mm
conveyed,. or licensed, and is under no. -under contract of
hwtomgn,gum.convcyotheme.mynghesmthemvenm
wmypemnwhocmﬂdnotbeclMﬁedmmmdepmdentmvcn-
tor if that person hisd made the ibvestion, of to any concers ‘which
woald ot qualify 25 2 small business concern or-8 nonprofit organi-
zation under this section. For the.purpose .of this section. concerns:
sve affiliates of each other when either, directly or indirectly, one
commmlsorhuthcpowwwmmlmeom or & third
putyorpmhacmhorhumepowermcmolwh.me
n-buofempwymofmebnmmeemmmeavmgeom'
the fiscal vear of the prieons employed: uﬁngfeachofthqp‘ny-penr
ods of the fiscal year, | ;
full-time, part-time or'tempmﬁry'lms nmg thie’ prevnom M
yenr-of the concern; - o

(b)lftherntdemlmxkOﬁnemtmm,_thmamcmA
unmdxgxbleasamﬂbmmmcemwnthnmmmm,
mmemshaﬂhavexngbtwapmﬂmdctemmtwntoﬂsesm,
Busitiess - Administration. The Patent’'aiid Trademsrk Office shall
ranmmit its written decision and the pertinent'size determinstion file
to the SBA in:the event: of wuch: adverse: detérmination and size
appeuLSuchappulsbyconmshouMbewbmmdmtheSBA
at 1441 L Street, NW,, Washmxm D.C. 20416 (Attention: SBA (
Office of General Counsel). The appeal should state the basis upon
which it is claimed that the Patent end Trademark Office initis} sive
determination on the contern wes in error; and the facts-and asgu-
mmtawppa‘nngthecmcemachmedawmmnmmbmw
concern under this section. . . . ~

(e} A nonprofit argamzamm as used in this chapter
means (1) a university or other institution of higher
education located in any country; (2) an organization
of the type described in section 501(c)(3) of the Inter-
nal Revenue Code of 1954 (26 U.S.C. 501(c)(3)) and
exempt from tazation under section 501(a) of the In-
ternal Revenue Code (26 U.S.C. 501(a)); (3) any non-
profit scientific: or educational organizetion qualified
under a nonprofit organization statute of a state of
this country (35 U.S.C. 201(i)); or (4) any nonprofit
organization located in a forengn country which
would qualify as a nonprofit organization under para-
graph (e)(2) or (3) of thm section if it were located in
this country.

(©) A small entity as used in this chapter means an
independent inventor, a small business concern or a
nonprofit organization.

(g) For definitions in interferences see § 1.601.

(Pub. L. 94-131, 89 Swet. 685; 35 U.S.C. 6, Pub. L. 97-247; 1§
U.S.C. 1113, 1123)

[43 FR 20461, May 11, 1978; 47 FR 40139, Sept. 10, 1982, effective
date, Oct. 1, 1982; 47 FR 43275, Sept. 30, 1982, effective date Oct.
1, 198Z; para. (d), 49 FR 34724, Aug. 31, 1984, effective date Nov.
1, l;)éu;ﬂpam. (@) 49 FR 48416, Dec. 13, 1984, effective date Feb.
18, 198
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T . tilis the “Expmss
MaﬂPoctOﬁaemAddrm"mmoﬂheUmted
Statm!’mtalScwweandbecowdemduhavmg
beenﬁledmtheOfﬁceonthcdatcthepapctmfcem
shown to have been deposited as “Express Mail” with
the United States Postal Service unless the date of de-
'posit is a Ssturday, Sundny, or Federal holiday thhm
the District of Columbia. See § 1.6(a). =~

(b) Any paper or fee filed by “Express Mail” must
have the number of the “Express Mail™ mmlmg Tabel
placed thereon prior to mailing, be addréssed to the
Commissioner of Patents and Trademarks, Washing-
ton, D.C. 20231, and any such paper or fee musr'also
include a certificate of mailing by -“Express Mai
which states the date of miailing by “Esipress Mail”
and is signed by the person mailing the paper or fee.

(c) The Patent and Trademark: Office: will accept
the certificate of mailing: by ' “Express Mail” and
accord the paper or fee the certificate date: under: 35
U.S.C. 21(e) (unless the certificate date is & Saturday,
Sundsy, or Federsl holiday within: the District 'of Co-
lumbis—see § 1.6(a)) without further proof of the date
on which the mailing by: “Express Mail” occurred
unless & question is present regarding the date of mail-
ing. If more than a reasonable time has elapsed be-
tween the certificate date and the Patent and Trade-
mark Office receipt date or if other questions regard-
ing the date of mailing are present, the person mailing
thepaperorfeemaybereqmred to file 2 copy of the
“Express Mail” receipt showing the actual date of
mailing and a statement from the person who mailed
the paper or fee averring to the fact that the mailing
occurred on the date certified. Such statement must

be a verified statement if made by a person not regis- -

tered to practice before the Patent and Trademark
Office.

[OMB Costeol No. 0651-0011]

(35 US.C. 6, Pub. L. 97-247)

[48 FR 2708, Jen. 20, 1983, edded effective Feb. 27, 1983; 48 FR
4388, Jan. 31, 1983; paras. (8) & (c), 49 FR 3552, Jan. 4, 1984, effec-
tive dete Ape. 1, 1984]

Recorps AND FILES OF THE PATENT AND
TrabeMary OFFICE

1.11 Files open to the publie.

(2) After a patent has been issued or a statutory in-
vention registration has been published, the specifica-
tion, drawings and all papers relating to the case in
the file of the patent or statutory inveation registra-
tion are open to inspection by the public, and copies
msay be obtained upon paying the fee therefor. See
§ 2.27 for trademark files.

(b) All reissue applications, all applications in which
the Office has accepted @ request to open the com-
plete application to inspection by the public, and re-
lated papers in the application file, are open to inspec-
V tion by the public, and copies may be furnished upon
paying the fee therefor. The filing of reissue applica-

i Ve
© All requests for ‘teexamination for whic! ﬂlc fee
under § 1.20(c) has been paid, will be annou
the Official Gazette. Any reexammauons at ‘the initis-
tive of the. Commnssnoner pursuant to § 1.520 will also
be announced in the Official Gazette. The announce-

~ment shall include at least the date of the _request, if
.any, the reemmmatmn requwt control number or the

Commissioner mltnated order. control_number, patent

 number, title, class.and. subclass name of the mventor,

name of the patent owner of record, and the | examin-
ing group to which the reexamination is assngned.

(d) All papers or copies thereof relating to a reex~
amination proceeding which have been. enteréd of
record in the patent or reexammatnon ﬁle are opem to

inspection by -the’general public; and cbpm may- be

furnished ppon:paying the. fee: therefor. -

' (e) The: file of sny interference mvolvmga péteah a

;smmtoxy ifvention cégistration; .or. an: application: on
- whiclh &' patent. has-been:issued: :or which- has: been
~published a5 a statutory invention regmmtxm, 18 Open
“to - inspection: by the: public, 4nd copies maybe ob-

tained uwpon-paying the fee therefor;:if: (1) the inter-
ference ‘has terminated, or (2).an-award of priority or

- judgmient hasheen entered as to all pam& mnd all
- counts. -
" joMB Control No. ossn-omol

(SSUSC 6; 1SUSC. 1113, 1123)

[42 FR 5593, Jan. 28, 1977; 43 FR 28477, June 30, 1978; 46 FR
29181, May 29, 1981; para. (c), 47 FR 41272, Sept. 17, 1982, effec-
tive date Oct. 1, 1982 para. (a), 49 FR 48416, Dec. 12, 1984, effec-
tive date Feb. 11, 1985; paras. (a), (b) & (¢) 50 FR 9378, Mar. 7,
1985, effective date May 8, 1985}

112 Assignment n‘ecnrds'op?en’ to pﬂhli;e insmc ece

mm.

[©) “The assignment records, relating fo original or
reissue patents, including digests and indexes, and as-
signment records relating to pending or abandoned
trademark apphcatnons and to trademark regxstratwns,
are open to public inspection and copies of any instru-
ment recorded may be obtained upon requmt and
payment of the fee set forth in § 1.19(a)(5).

(b) Assignment records, digests, and indexes, selat-
ing to any pending or abandoned patent appllcmlon
are not available to the public. Copies of any such as-
signment records and information with respect thereto
shall be obtainable only upon written authority of the
applicant or applicant’s assignee or attorney or agent
or upon a showing that the person seeking such infor-
mation is a bona fide prospective or actual purchaser,
mortgagee, or licensee of such application, unless it
shall be necessary to the proper conduct of business
before the Office or as provided by these rules.

(c) Any request by a member of the public seeking
copies of any assignment records of any ‘pending or

R—9 . Rev. 1, Oct, 1965




‘the' public ‘to the mciﬂar ‘asel it records ‘from
the apphcant or applwant' assi or attomey or
€ /‘ecord - * b B

, An order far 2 wpy of an’ assignment should
“give the, identification of‘ the record. If identified only
by the name of the patentee and number of the patent,
. or in'the case of & trademark regmmuon by the name
“of the 't it and number of the regnstratmn, or by
j‘name of the applicant and serial number or interna-
" tional apphcatlon ‘number of the application, an éxtra
‘charge as set forth in §1. 21(f) will be ‘made for the
‘time consumed m makmg a warch for such assxgn-
ment. -

C(@suUsC. msusc 1113, 12

I FR 41272. Sepe 17 1982 eﬂ'ecuve date Oct. 1, 1982]

113 mm md mﬁﬁed copim

@ Copm of 'patents and trademark regmtratwns
- and ‘of any records; books; papers, or drawings be-
* jonging to the Patent and Trademark Office and open
“to’ the’ public; will be -furnishied by the:Patent ‘and
Trademark Office to any-person; and copies:-of other
records:or papers will be furnished to persons:entitled
- -thereto; apon payment of the fee therefor. .

(b)Smhwmeswnllbeamhmmtedbythemlof
the Patent sad Trademark Office-end certified by the
Commissioner, or in his name attested by an officer of
the Patent and Trademark Office authorized by the
Commissioner, upon payment of the fee for the au-
thentication cettlﬁcate in addition to the fee for the
copies. :
[OMB Control Nos. 0651-0009 & 0651-(!)10]
(35USC. 109)
1.14 = Patent applications prmwed in secrecy.

(a) Except as provided in § 1.1i(b) pending patent
applications are preserved in secrecy. No information
will be given by the Office respecting the filing by
any particular pérson of an application for a patent,
the pendency of any particular case before it, or the
subject matter of any particular application, nor will
access be given o or copies furnished of any pending
application or papers relating thereto, without written
authority in that particular application from the appli-
cant or his assignee or attorney or agent of record,
unless the application has been identified by serial
number in a published patent document or the United
States of America has been indicated as a Designated
State in a published international appllcatlon, in which
case status information such as whether it is pending,
abandoned or patented may be supplied, or unless it
shall be necessary to the proper conduct of business
before the Office or as provided by this part. Where
an applwatuon has been patented, the patent number
and issue date may also be supplied.

(b) Except as provided in § 1.11(b) abandoned ap-
plications are likewise not open to public inspection,

Rev. 1, Oct. 1985

energy- are . reported 10, the; De

“tion if: (1) The Commlssxoner believes the decision in
- volves an mterpretatxon of patent‘ldws or fegulation

‘ - o ',;,x.ﬁ::z' RRRRET o o
- MANUAL OF PATERT BXAM!N’ING PROCEDURE

;P
ve"becn ‘marked for pres-
ervation.. Abandoned applxcatxons wxll not be  re-
tumed R
. (c) Appllcatlons for patents wluch dnsclom, or
wlnch -appeat. to, disclose, or., which purport to dis-
‘close, inventions. oz duic;ovcnes;.E relating to: atomic

cept’
has been cailed and wluch

artment of Emrgy,
which Department will be given. access to such appli-

cations, .but such reporting does. not. constitute a de-

termination that the. subject matter of esch application

.-80 reported-is-in fact useful.or an invention or. discov-
" ery.or; that such: application-in -fact. discloses subject

migtter-in: categories. specified; by/sectmm 15i{e) and

-181(d)-of -the Atomic Enefgy: Act of 1954 68 wt

919; 42'U.8.C. 2181 (c) amd (@) ¢ ,
- (d)-Any -decision’ of 'the B{M& of Patem Appws
and Interferences, o dny decision’ of the: Commmmn

“er on petition, not- othérviise open to'public mspeetmn

shall be published or mide available for public i inspec-

that would be of i imporiant prex:edent value; ‘and’ (2
the ‘applicant, or any pafty involved in the interfer-
ence, does not within two moiths afier being notified
of the intention to make the decision public; object in
writing on the ground that' the decision discloses a
trade secret or other confidential information. If a de-
cision discloses such information, the applicant or
party shall identify the deletions in the text of the de-
cision considered necessary to protect ‘the informa-
tion. If it is considered the entire declsnon must be
withheld from the public to protect such mformauon,
the applicant or party must explain, why. Applicaats
or parties will be given time, not less than twenty
days, to request recons:deratlon and seek court review
before any portions of décisions are made public over
their objection. See § 2.27 for trademark applications.

(e) Any request by a member of the public seeking
access to, or copies of, any pending or abandoned ap-
plication preserved in secrecy pussuant to paragraphs
(a) and (b) of this section, or of any papers relating
thereto, must (1) be in the form of a petition and be
accompanied by the petition fee set forth in § 1.17(1)
or (2} include written authority granting access to the
member of the public in that particular application
from the applicant or the applicant’s assignee or attor-
ney or agent of record.

{OMB Control Nos. 0651-0010 & 0651-0011]

(Pub. L. 94-131, 89 Sat, 685; 35 US.C. 6, Pub. L. 97-247; 1
U.s.C. 1113, 1123y
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[42 FR 5593, Jan. 28, 1977; 43 FR 20462, May 11, 1978; pesa. (&)

added, 47 FR 41273, Sept. 17, 1982, éffective: date -Ost.;, l. 1982;
pera. (b), 49 FR 552, Jan. 4, 1984, effective date Apr, 1, 1984; para.

(d), 49 FR 48416, Dec. 12, 1084, effective date Feb. 11, 1985 peara.
(b). so FR 9378, Mas. 7, wss eﬂ’ecuve cme Mny s ms;

(a) Requests for: recorda nm dmlowd to the pubhc
as part of the regular informational activity of the
Patent and Trademerk Office and which are not oth-
erwise dealt with in the rules in this pert may be
made by completing Form CD-Z“, “Application to
Inspect Department Records,” and submitting this
form, in person or by mail, to the Commnssmner of
Patents and Trademarks, Washington, D.C. 20231 A
_nonrefundable application fee of $2 must accompany
‘each applxcatxon, Copies of Form CD-244 are avail-
able in the Central Reference and Records Inspectlon
Facility, Room 2122, Department of Commerce
Building, Washmgton, D.C. 20230, the search ropm of
the Patent Reference Branch of the Patent and Trade-
mark Office, the search room of the Trademark Ex-
amining Operation, and’ in many'publlc mformatxon
offices and field offices of the Department ¢
merce. If the requested record is ‘id ritifiable,, the re-
quest will be rev:éwed by the' appmpnate official au-
thorized to make'an initial determination’of the avail-
ability of the record. If it is determined that the mate-
rial is mot to be made available to the requestmg
person, said person’ ‘shall be notified in writing of that
fact and the reasons why the record will not be dis-
closed. If the record is to be made available, inspec-
tion will be permitted in the appropriaté ‘Patent and
Trademark Office search room. Fees for copies of
records and for searches and related services are pay-
able in accordance with the schedule of fees and
charges established in § 4.8 of Title 15, Code of Feder-
al Regulations.

(b) Any person whose application to inspect a
record has been refused may request & reconsideration
of the initial denial by completing and submitting the
appropriate section of the Form CID-244. The request
for reconsideration should be made within 30 days of
the date of the original denial. In submitting such re-
quest the party should include any written argument
he desires to support his belief that the record re-
quested should be made available. No personal ap-.
pearance, oral argument, or hearing shall be permit-*
ted. The decision upon such request shall be made by
the Commissioner of Patents and Trademarks and
shall be based upon the original request, the denial,
and any written argument submitted by the person
seekmg access to the record. The decision upon
review shall be promptly made in writing and com-
municated to the person seeking access. If the deci-
sion is wholly or partly in favor of availability, the re-
quested record to such extent shall be made available
for mspecuon as described in paragfaph (a) of this
section. To the extent that the decision is adverse to
the request, the reasons for the denial shall be stated.
A decision upon review completed as provided herein
shall constitute the final decision and action of the
Patent and Trademark Office as to the availability of

R-—11
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a requested record, except as may be reqmred by
court pr ' S utsuint 6678 "US.C.
552(a)(3). Reconsiderations multmg’ in final” decisions
as prescribed herein shall be indexed and 'made avail-
gble in the search ' room of the Patcmtkefereme

J Branch.

(c) Procedures applxcable m the event of a subpoe
ne, order, or other compulwry process or demand of
a court or other authority shall be those set forth in
section 7 of Department Order 64. (32 FR 9734, July
4, 1967).

(Sec. 1, 66 Stat. 793, 81 Smsd SUSC. 552. 35 USC. 6)
[32 FR 13812, Oct. 4, 1967; 34 FR 18857, Nov. 26, 1969]

Fmss AND PAYMENT ox= Momav
1.16 National application filing fees,

(a) Basic fee for filing each applncatnon for
~ an original patent, except dwgn or
plant cases:_ )

sman ENLILY ..ivvennrene
: ,cf;lmgfeeman"
original apph(:a, n, for filing or later =
presentation of each mdependent claun S
in excess of 3: : _ :
By a small entlty @1 9(f)).....;.........;.._... - 17.00
.. By other than a small entity ..........o00.e.. 3400
(c) In addition to the basic filing fee in an
original applxcatxon, for filing or later
presentation of each claim (whether in-
dependent or dependent) in éxcess of 20
(WNote that § 1.75(c) indicates how mul-
tiple dependent claims are comsidered
for fee calculation purposes.):
By a small entity (§ 1.9{) ....ooovcvrerernnns 6.00
By other than a small entity ...........c.co.. 12.00
(d) In addition to the basic filing fee in an -
ongmal apphcanon, if the application
contains, or is amended to contain, a
multiple dependent clanm(s), per appli-
cation:
By a small entity (§ 1. 9(0) ..................... 55.00
By other than a small entity.......oorureee. 110.00
(If the additional fees required
by paragraphs (b), (c) and (d)
are not paid on filing or on
later presentation of the claims
for which the additional fees
are due, they must be paid or
the claims cancelled by
amendment, prior to the expi-
ration of the time period set
for response by the Office in
any notice of fee deficiency.)
(e) Surcharge for filing the basic filing fee
or oath or declaration on a date later
than the filing date of the application:
By a small entity (§ 1.9(0) ....ocvveueeveeneene 55.00
By other than a small entity .................. 110.00
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,\(g) Basic fee tbr filing each plant af a,pphca- o
tion:
... By & small entity (§ 1. () J—
" By other than a small entity. ’
:,(h) Bm ‘fee for filing each reissue apph-

" Bye a small enmy @1 9(f))
By other than a small entity............oen.
@) In uddition to the basic filing fee in a -
reissue application, for filing or later
prescntatlon of each independent claim
which is in excess of the number of
independent: claims  in .the. original -
patent:
By a small entity (§ 1. 9(())...............,..... L. 1.00
By other thari a. small entity .., s34 00
() In addition to the basic filing fee in a”'
i Teissue apphcatwn, for, filig !

§ 1.75(c) de:cates ‘How  multiple ,d o
.+, pendent claims are consldered for fee_/_’. s

.. purposes):
By a small entity @ . 6.00
By other than a smzll entlty ‘ 12 00

(Note, see § 1.445 for international appli-
cation ﬁlmg a.nd processmg fees )

(35 US.C. 6 Pub L. 98—622)

{Added 47 FR 41273, Sept. 17, 1982, effectlve date Oct. 1, 1982 50
FR 31824, Aug. 6, 1985, effective date Oct. 5, 1985]

1.17 Patent application processing fees.

(a2) Extension fee for response within fi first

month pursaant to § 1.136(a): o
'§28.00

By a small entity (§ 1.9(f) ......coocoevnuunnne
. By other than a small [ 113" 56.00
(b) Extension fee for response within
second month pursuant to § 1.136(a):
By a small entity (§ 1. T(2) P 85.00
By other than a small entity .................. 170.00
(c) Extension fee for .response within third
month pursuant to § 1.136(a):
By a small entity (§ 1.9() ..covvvrerreerrnane 195.00
By other than a small entity ...........co..... 390.00
(d) Extension fee for respomse within
fourth month pursuant to § 1.136(a):
By a small entity (§ 1.9(6)) ....coeevnevrivenen 305.00
By other than a small entity .................. 610.00
(e) For filing a notice of appeal from the
examiner to the Board of Patent Ap-
peals and Interferences:
By a small entity (§ 1.9() .....ccccoervenrrene 65.00
By other than a small entity.................. 130.00

Rev, 1, Oct. 1985

®in

G PROCEDURE
X RS AN Y 6T S - N G I
addition m the fee for filinga mﬁce
~ of appeal, forﬂlxngabnefm supportof’ - ﬂ
" “an sppeal: . _ .
By a lnull enmy 9(0) 65 00
By other thin a'st emity RIS mao
(g)F‘orﬂlingamqummoml hearing -
before the Board of Patent Appeals and -
:gqteﬂ'fermm i uppeal uncler 35U. S C.
'By & small entity (§ 1 9(!)) eiusbarsnsisainssens 55.00
By other than a small entnty...’......‘......;.. 110.00
(h) For filing a petntion to' the Comsmis-
sioner under & section of this part listed
- below which refers to this’ pamgraph .......
 § 1.47—for’ ﬁlmg by other than all
B the inventors or a person not thc _
~inventor. -

L

§ 1.48—for’ .correction of mventor-” '

140.00

 ing to accept and record payment
_ofa mamtenance fee filed prior to
L expu'atxon of patent.
: § L 378(e)-for reconsideration of de-
. cision on: petition refusmg to
accept. delayed payment of mainte-
nance fee in expired patent.
§1. 64,4(3)—-for petition in an interfer-
ence.
& 1.644(f)—for request for reconsider-
_ation of a decision on petition in an
. interference.
§ 1.666(c)—for late ﬁlmg of interfer-
- ence settlement agreement.
- €8 5.12, 5.13, and $.14—for expedited
.- handling - of foreign filing license.
‘§ 5.15—for changing the scope of 2
. license.
§ 5.25-for retroactive license.
(i) For filing a petmon to the Commis-
- sioner under a section of this part listed
below which refers to this paragraph....... 72.00
§ 1.12—for access to an assignment
record.
§ 1.14—for access to an application.
§ 1.55—for entry of late priority
papers.
§ 1.102—to make application special.
§ 1.103—to suspend action in applica-
tion.
§ 1.177—for divisional reissues to
issue separately.
§ 1.312—for amendment after pay-
ment of issue fee.
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§ 131300 withdmw"\’

ﬁlslk—todefermmance: apamt.’;‘,
§1. 334n~£orfpatent to issue to' mgn DR

. 51666(6)-formm tuimerferem‘

7 settlement agréement. co
)Forﬁlingapetitxmtoinmma" ‘
public use proceeding under §1.292.........

(k) For proceisitig an apphcmon filed
with a specification in a non-Englmh‘ '
language (§ 1.52(d))........ ‘
(l) For filing a petition (1) for the revival
‘of an unavoidably abandoned applica-
‘tion under 35 U.S.C. 133, or'371, or(z)
for delayed payment of the mue fec o
under 35 U.S.C. 151:: ~ _
By a small eatity (§ 1.9(0).............
Bymhcrthanasmallenmy S
(m) For filing-a petition (1) for revival of =
an unintentionally’ abandoned applica- ~
“tion or (2) for the unmtenmmaﬂy de- -
layed payment of the fee for mmmg a}" e
patent. RSP IrLonl e
By a small eﬁtlty (§ l 9(0)
By other thati'a small entity...
(n) For reqnestmg publlcauon of a statu-
tory invention registration prior to the
mmlmg of the first examiner’s action

- pursuant to § 1.104—$400.00 reduced by

- the amount of the application bmnc filing

fee paid. '

(o) For requesting publncatlon of a statu-
tory imvenmtion registration afier the
mailing of the first examiner’s action
pursuant to § 1.104—$800.00 reduced by
the amount of the application basic filing

fee paid.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123; 35 U.S.C. 6, 41,
181—188; Export Administration Act of 1979, a8 emended; Arms
Export Control Act, as amended; Atomic Energy Act of 1954, as
amended; Nuclear Non-Proliferation Act of 1978, and the delega-
tions in the regulations under these acts to the Commissioner by
regulations (15 CFR- 370.10G); 22 CFR 125.04, and 10 CFR 810.7))

[Added 47 FR 41273, Sept. 17, 1982 effective da!e Oct. I 1982;
para. (i), 48 FR 2708, Jan. 20, 1983, effective date Feb. 27, 1983;
para. (h), 49 FR 13461, Apr. 4, 1984, effective dste Sune 4, 1984;
para. (B), 49 FR 34724, Aug. 31, 1984, effective date Nov, 1. 1584;
peras. (), (g), () & (), 49 FR 48416, Dec.. 12, 1984, effective date
Feb. 11, 1985; paras. (h), (n) & (¢), S0 FR 9379, Mar. 7, 1985, effec-
tive date May 8, 1985; 50 FR 31824, Aug. 6 1983, effective date
Oct. 5, 1985]

1.18 Patent issue fees.

(a) Issue fee for issuing each original or
reissue patent, except a design or plant

it : I
RIERE ORGP A
) @

(®) Issue fee for i & 'désign |
By a suidll entity m ,n m)) - *'100.00
By otherthmasmaﬂ.eﬁﬁty wenseensee - 200.00
(c) Issue fe¢ for issuing a plunt pate:nt .
By & small entity (§19(t))......... corsnonence < 140,00
1280.00

By other than a smali enmy sessessonsassenss

(S USC. 6 15 USC. 1113, 1123) o

{Added 47 FR 41273, Sept. 17, 1982, effective date Oot. 1, 1982; 50
FR 31824, Aug. 6, 1985, effective date Oct. 3, 1985] ,

L 19 Document supply fem.

The Patent., and Trademark Ofﬁce wnll supply
copies of the. followmg documents upon paymem of
the fees mdlcated ‘

(2) Uncertlﬁed copxes of' Oﬂ"ice dacu-" S
ments s
(1) Prmted copy of a patent, mclud-
ing a design patent, ‘statitory in-
vention -registration, or defemsive - - ' -
publication document, except color =~ -
plant patent or color statutory in-
vention registration .........c.ccursemeisiacnne 1.50
(2) Printed copy of a plant patent or . co
statutory, mventnon reglstratlon in. .
color . - 6.00
3y Copy of patent apphcatwn as
filed

9.00

: (4) Copy of patent ﬁle wn'apper end
contents; each 200 pages or frac-
tion thereof ..........cceeercccreannee 75.00
(5) Copy of Office records, except as C
otherwise provided in this section,

PEL PAGC..ceervrerrersesnanoresses 0.50
{6) Microfiche copy of microfiche, ‘
per mlcn'oﬁche : e 0.50

(7) Copy of patent assngnmem tecord . 1.50
(b) Certified copies of Office documents:
(1) For certifying Office records, per
certificate 3.00
(2) For a search of assngnment
records, abstract of title and certifi-
cation, per patent e 12.00
(c) Subscription services:
4))] Subscnptxon orders for printed
copies of patents as issued, annual
service charge for entry of order
and ten subclasses 7.00
(2) For annual subscription to each
additional subclass in addition to
the ten covered by the fee under
paragraph (c)(1) of this section, per
SUBCIASS. . vveureeirmcraeresenernerrneseeassnereonsras 0.70

patent: (d) Library service (35 U. S C. 13): For

By a small entity (§ L.9())....ccecoveuverrene $280.00 providing to libraries copies of all pat-
By other than a small entity ........ceeen... 560.00 ents issued annually, per annum................ 50.00
R—13 Rav. 1, Gct, 1985



& }‘;20

(e) List of patents in sube lass
..(1) For list o_mﬁ Um

. 1.00

r) For!im ofUmted States “mnts”" .

- and sistutory’ invention registm-

tions in a subclass limited by date
or number, per 50 numbers or Frac-

C o tion thereof ... i i ' -1.00
() Microfiche copy of patent file recmd ..... - 6.00
(g8) Uncertified statement as to status of

the payment of.maintenance. fees due s

on a patent or expiration of a patent ........ 3.00
:(h) ' Uncertified copy of ‘a non-United " '
"« States patent document, per document....  10.00
(i) To compare and certify copies made - '

from Patent and Trademark Office

records but not prepared by the Patent

and Trademark . Ofﬁce, per copy of

document ...eiu.e o oo 5.00
() Additional, ﬁlmg recenpts TS
Duplicate.....ccos vivinnesianson. s ¢ 14,00
Corrected due to apphcant etror......:.-..-.*..r.v...'.: o 14.00

[OMB Control No. 0551-0010]
(35 US.C. 6, Pub. L. 97-247; 15 US.C. 1113, 1123)

[Added 47 FR 41273, Sept. 17, 1962, effective dalc Oct I, 1982;
para. (b), 49 FR 552, Jan. 4, 1984, ‘effective date Apr. 1, 1984;
“paras. (f) & (g) added, 49 FR 34724, Aug. 31, 1984; effective date
Nov. 1, 1984; pares. (&) & (e), 50 FR 9379, Mar. 7, 1985, effective
date May 8, 198S; 50FR31824, Aug. 6, 1983, effective date Oct. §,
1985]

1.20 Pogt-iseuance fees,

(a) For providing a certificate of correc-
tion of applicant’s mistake (§ 1.323)..........
(b) Petition for correction of mventorshnp
in patent (§ 1.324).........cceevverureerisncercresicns
(c) For filing a request for reexamination
(§ 1.510(a)) ...
(d) For filing each statutory disclaimer
(8 1.321)ucurccrcnmsnsnssinsnsusssnsnsnsssosssssossessananas
Bya small entity (§ 1 9(t)) ..................... 28.00
By other than a small entity ...........coe0r.s 56.00
(e) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
December 12, 1980 and before Auvgust
27, 1982, in force beyond 4 years; the
fee is due by three years and six months
after the original grant..........ocoervenvonrivense
() For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
December 12, 1980 and before August
27, 1982, in force beyond 8 years; the
fee is due by seven years and six
months after the original grant .................

225.00

445.00

Rev. 1, Oct. 1965

(h) For maintaining an original or renssue ;
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December 12, 1930 wd be{are August
27, 1982, in force beyond. 12 years; the
feensduebyclevenyeamandmh ,
months after the origingl grant ... 670.00
. patent, except a design or plant patent,.
based on an apphcauon filed on or after
August 27, 1982, in force beyond 4
years; the fee is due by three years and
six months after the original grant:
By 2 small.entity (§ 1. 9(0) ....... bessraoasnenss.
By other. than a small entity..........ivreens
(i) For maintaining an, original.or reissue .
patent, except a design or plant patent,
based on an application filed on or after.

225.00
450.00

- August 27, 1982, i, force.. beyond 8-

, SHE :-;89(100
(§) For mmntammg an ongmal or reissue :

- patent, except a design.or plant, patent,
.. based on an applxcatwn filed,on or after -

August 27, 1982, in. force beyond 12
years; the fee .is due. by eleven years
and six months after the original grant:
By a small entity. (3 K:T(7) D ,
By other than a small (111"
(k) Surcharge for paying a maintenance
fee during the 6-month grace period
following the expiration of three years
and six months, seven years and six
months, and eleven years and six
months after the date of the original
grant of a patent based on an applica-
tion filed on or after December 12,
1980 and before August 27, 1982..............
(l) Surcharge for paying a maintenance
fee during the 6-month grace period
following the expiration of three years
and six months, seven years and six
months, and eleven years and six
months after the date of the original
grant of @& patent based on an applica-
tion filed on or after August 27, 1982:
By a small entity (§ 1.9(D).......ccvrvvenrena 55.00
By other than a small entity .....ceuvennees
(m) Surcharge for accepting a mainte-
nance fee after expiration of a patent
for non-timely payment of a mainte-
nance fee where the delay in payment
is shown to the satisfaction of the Com-
missioner to have been unavoidable .........

(35 U.S.C. 6; 15 U.S.C. 1113, 1123)
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‘[Addsd 4 FR 41274, 17, 1982, effective date Oct. 1, 1982;
 peras, (), (1) & (@) sdm"w ‘FR 34724, Aug. 31,1984, efféctive
[ ew: b, M pagis. {e), (6 (g} &' (m); %0 FR 9379, Mar. 7, 1985,
- effective dete May & l%ﬁ % FR 31825. Als- 6. 1945, eﬂ‘wuve

,_‘mom.s, 1985} :
S mvfm md cwm.

"Tiie Pateiit snd Trademark Office has established
the following fm for the services indicated:

(a) Registration of attorneys and agents
(1) For admission to examination for
. registration to practice, fee payable
upon applzcat:on
(2) On registration to practice.............. 81.00
(3) For reinstatement to practice .......... ' 19.00
(4) For certificate of good stmdmg S
. 88 an aitorney or agem..., ................... : 10.00
. Suitsble for framing .. : . 88.00
4;(5)Forrmwofadecmonofthe ;
Dicector. of Enroliment and Dwm SIS
e phmunder&louchw R o 9200
z:;w';(é) For mqmw regrading of an ..
A4 o examination umderﬁ m 7(c).........;.».... o 92,00

8.00

deposi
(2) Service charge for mch month
when the balance at the ead of the
month is below $1,000 ...occocvvcrvorsensese
(3) Service charge for each month
when the balance at the end of the
month is below $300 for restricted
subscription deposit accounts used
exciugively for subscription order
of patent copies as issued.........ccoorveee.
(c) Disclosure document: For filing a dis- .
closure docoment 6.00
(@) Delivery box: Local delivery box
rental, per annum 43.00
(e) Internstional-type search reports: For
preparing an international-type search
report of an internastional-type search
made at the time of the first action on
the merits in a national patent applica-

20.00

20.00

28.00

tion
® Search of Office records: For search-
ing Patent and Trademark Office
records for purposes not otherwise
specified, per one-half hour or fraction
thereof. 14.00
(g) CopiShare card: Cost per COPYoorvverssceas 0.20
() Recording of documents:
(1) For recording each assignment,
sgreement or other paper relating
to the property in & patent or ap-
plication 7.00
(2) Whese a document to be recorded
under paragraph (h)(1) of this sec-
tion refers to more than one patent
or application, for each additional
patent or appliCation .......ossercsssscans 2.00

R15

(x) Pubimuon isi aﬁklal Gmme For o o
- publication' in- the  Gfficial. Gazette of a: -
notice of the availability of an applica-
tion or a patent for licensing or sale, :
each application Or patent .........ccessrensvpssees ) . 7.00
() For a duplicate or replacement of s -
permanent Office user pass (There s no -
clmrge for the first permanent user
5.00

pass)
(k) For items and sefrvices, that the Com-
missioner finds ‘'may be supplied, for
which fees are not specified by statute
or by this part such charges as may be
determined by the Commissioner with
~ respect to each such item or service......... actual cost
() For processing and retaining any appli-
cation abandoned pursuant o § 1.53(d)
unless the required basic filing fee has

been Paid.....cccocesvsnsersnsnsninisisrasssssonsnsassninene 100.00
(m) For processing each check returned
“unpand” by a bank 20.00

[OMB Control No. 065!-0010]
(35 US.C. 6, Pub. L. 97-247; 15 USC. 1113 1123)
[Addod 47 FR 41274 Sept. 17, 1982, effective date Oct. 1, 198Z;

‘paras. (b) & (1), 49 FR 553, Jan. 4, 1984, effective date Apr. 1,

1984; paras. (8)(3) & (6) added, 50 FR 5171, Feb. 6, 1985, effective
Apz. 8 1985 30 FR 31825, Aug. 6, 1985, effective date Oct. 5,
1985}

1.22 Fees payable in advance.

(a) Patent and trademark fees and charges pmyable
to the Patent and Trademark Office are required to be
paid in advance, that is, at the time of requesting any
action by the Office for which a fee or charge is pay-
able with the exception that under § 1.53 applications
for patent may be assigned a filing date without pay-
ment of the basic filing fee.

(b) All patent and trademark fees paid to the Patent
and Trademark Office should be itemized in each in-
dividual application, patent or other proceeding in
such a manner that it is clear for which purpose the
fees are paid.

(35 U.S.C. 6, Pub. L. 97-247)
{48 FR 2708, Jan. 20, 1983, effective date Feb. 27, 1983]

1.23 Method of payment.

All payments of money required for Patent and
Trademark Office fees, including fees for the process-
ing of international applications (§ 1.445), should be
made in U.S. specie, Treasury notes, national bank
notes, post office money orders, or by certified check.
If sent in any other form, the Office may delay or
cancel the credit until collection is made. Money
orders and checks must be made payable to the Com-
missioner of Patents and Trademarks. Remittances
from foreign countries must be payable and immedi-
ately negotiable in the United States for the full
amount of the fee required. Money sent by mail to the

Hev. 1, Oet, 1985
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Patent and Trademark Office will be at the rigk of the
sender; letters containing money should be regmered
(Pub. L. 94131, 89 Stat. 685) '

[43 PR 20462, May 11, 1978}

1.24 C«mm

Coupons in. demomuanons of one. dollm' for the pur-
chase of trademark registrations and ome dollar and
fi ifty cents for the purchase of patents, designs, defen-
sive publications, and statutory invention registrations
are sold by the Patent and Trademark Office for the
convenience of the general public; these coupons may
not be used for any other purpose. The one dollar
coupons are sold individually and in books of 50 with
stubs for record for $50 and the one dollar and fifty
cent coupons are sold individually and in books of 50
with stubs for record for $75. These coupons are
good until used; they may be transferred but cannot
be redeemed.
{OMB Control No. 0651-0010] * |
(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2708, Jan. 20, 1983, effective date Feb 27, 1983 47 FR
41274, Sept. 17, 1982, effective date Oct. 1, 1982; 50 FR 31825,
Aug. 6, 1985, effective date Oct. 5, 1985]

1.25 Deposit sccounts,

(a) For the convemence of attomeys, agents, and
the general public in paying any fees due, in ordering
services offered by the Office, copies of records, etc.,
deposit accounts may be established in the Patent and
Trademark Office upon payment of the fee for estab-
lishing a deposit account (§ 1.21(b)}(1)). A minimum
deposit of $1,000 for paying any fees due or in order-
ing any services offered by the Office. However, a
minimum deposit of $300 may be paid to establish a
restricted subscription deposit account used exclusive-
Iy for subscription order of patent copies as issued. At
the end of each month, a deposit account statement
will be rendered. A remittance must be made prompt-
ly upon receipt of the statement to cover the value of
items or services charged to the account and thus re-
store the account (o its established normal deposit. An
amount sufficient to cover all fees, services, copies,
ete., requested must always be on deposit. Charges to
accounts with insufficient funds will not be accepted.
A service charge (§ 1.21(b)(2)) will be assessed for
each month that the balance at the end of the month
is below $1,000. For restricted subscription deposit
accounts, a service charge (§ 1.21(6)(3)) will be as-
sessed for each month that the balance at the end of
the month is below $300,

(b) Filing, issue, appeal, international-type search
report, international application processing, petition,
and post-issuance fees may be charged against these
accounts if sufficient funds are on deposit to cover
such fees. A general authorization to charge all fees,
or only certain fees, set forth in §§ 1.16 to 1.18 to a
ﬁepom account containing sufficient funds may be
filed in an individual application, either for the entire
pendency of the application or with respect to a par-
ticular paper filed. An authorization to charge to a
deposit account the fee for a request for reexamina-

Bev. 1, Oet. 1985

tion pursuam to § 1. 510 and any Other fm ‘ b eibea
8 reexamination proceeding in;a. patem may also. be

filed with the request for: reexamination. An suthori- (

zation to charge a fee to a deposit account will not be
considered payment of the fee on, the dete the authori-
zation to charge the fee is effective as to the pasticu-

lar fee to be charged unless' sufficient funds are
present in the sccount to cover thie fee,

{OMB Control No. 0651-0010]
(35 US.C. 6, Pub. L. 97-247)

{49 FR 553, Jen. ‘4, 1984, effective date Apr. l 1984 47 FR 41274,
Sept. 17, 1982, effective dite Oct. |, 1982 50 FR 31826. Aug. 6,
1983, effective date Oct 5, 1988] "

1.26 Refunds,

(a) Money paid by: actual mlstake or-in’ excess, such
as a payment not required by: law, will be refunded,
but a mere change of purpose after the payment of
money, as when a party desires to withdraw an appli-
cation, an appeal, ‘'or & request:for oral hesring, will
not entitle a party to demand such a return: Amounts
of one dollar-or less will not be returned unless specif-

-ically demanded withiii &' reasoneble time; nor will the

payer be notified of such amount; amounts over one
dollar may be returmed by check or, nf requested, by
credit to a deposnt account L

(b) [Reserved] : : '

(c) If the Comxmssxoner decides not to institute 2
reexamination proceeding, a refund of $1,300.00 will
be made to the requester of the proceeding. Reexam-
ination requesters should indicate whether any refund §
should be made by check or by credit to a deposxt ac- ¢
count.

(35USC. 6 15USC “13 1123)

[47 FR 41274, Sept. 17, 1982, effective date Oct. l 1982; 50 FR
31826, Aug. 6, 1985, effective date Oct. §, [985]

1.27 Statement of status as small entity.

(a) Any person seeking to establish status as a small
entity (§ 1.9(f) of this part) for purposes of paying fees
in an application or & patent must file 8 verified state-
ment in the application or patent prior to or with the
first fee paid as a small entity. Such a verified state-
ment need only be filed once in an application or
patent and remains in effect until changed.

(b) Any verified statement filed pursuant to para-
graph (a) of this section on behalf of an independent
inventor must be signed by the independent inventor
except as provided in § 1.42, § 1.43, or § 1.47 of this
part, and must aver that the inventor qualifies as an
independent inventor in accordance with § 1.9(c) of
this part. Where there are joint inventors in an appli-
cation, each inventor must file a verified statement es-
tablishing status as an independent inventor in order
to qualify as a small entity. Where any rights have
been assigned, granted, conveyed, or licensed, or
there is an obligation to assign, grant, convey, or li-
cense, any rights to a small business concern, a non
profit organization, or any other individual, a verifi
statement must be filed by the individual, the own
of the small business concern, or an official of the
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LIRS

amall, business conccm or, nonpmﬁt
‘powered .

funding ataﬁgggncy parsuant {0 35
usc 202((:)(4) ‘does. no constgtute a hcense as set
forth in § 1.9 of this part.

(c) Any verified statément ﬁled pursmnt to para
graph (a) of this section on ‘behalf of a small business
concern must (1) be sngned by the ‘owner or an offi-
cial of thé simall business concern cmpowcred to act
on’ behalf of the concérn; (2), aver that the concern
quahﬁcs as a small ‘business concern as defmed in
§ 1.9@d); and (3) aver that exclusive’ nghls to the in-
venuon have been conveyed to and remam wnth the

Cern“as & small éntity are rnot"
venﬁed tement” must ‘also 'be filed by 't
‘small éntities having rights avérring to their as
such. For _purposes of a venﬁed statement 'de ; hxs

035 U.S.C. 202(«:}(4) does’ not consmtntc a hceu as

,setforthm§i9ofth1spart
() Any verified statement fxled pumant 10’ para-
gmph (a) of this section on behalf of 2 nonprofit ‘orga-
nization miust (1) be signed by an official of the non-
profit orgamzanon ‘empowered to act on behalf of the
organization; {2) aver that the organmtm jualifies as
a nonprofit organization ‘as ‘defined in § 1. 9(e) ofthis
part specnfymg under’ which ome of § 1.9(e) (1), (2),
(3), or (4) of this part'the orgamzatxan quahﬁes, -and
(3) aver that exclusive nghts to the imvention have
been conveyed to and remain with the organization or
if the rights are not exclusive, that all other rights
‘belong to small entities as defined in § 1.9 of this part.
Where the rights of the nonprofit organization as a
small entity are not exclusive, a verified statement
must also be filed by the other small entities having
rights averring to their status as such. For purposes of
a verified statement under this paragraph, a license to
a Federal agency resulting from a funding agreement
with that agency pursuant to 35 U.S.C. 202(c}(4) does
not constitute a conveyance of rights as set forth in
this paragraph.
[OMB Coatrol No. 0651-0011]
(35 US.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123

{47 FR 40139, Sept. 10, 1982, added effective Oct. 1, 1982; para. (c)
added, 47 FR 43276, Sept. 30, 1982, effective dste Oct. {, 198Z;
paras. (b), (c), & (d), 49 FR 553, Jan. 4, 1984, effective date Apr. 1,

1984}
1.28 Effect on fees of failure to establish
status, or change status, as a small entity.

(2) The failure to establish status as a small entity
(88 1.9(f) and 1.27 of this part) in any apphcauon or
patent prior to paying, or at the time of paying, any
fee precludes payment of the fee in the amount estab-
lished for small entities. A refund pursuant to § 1.26

PATENT RULES , ...\,
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‘tained if a verified stafement under §1.27 and o re-
~ quest for s refund ‘of the excess smount |
within (wo months of the date of the unwly payment

of the full fee. ’l‘hetwo-nwmhumepenodmmtcx«

tendable . under §1.136. Status as & small eptity is
- waived for ‘any fee by the failure to establish the
status prior to paying, at the time of paymg. or ‘within

two months of the date of payment of, the fee. Status
as a small entity must be specifically estabhsbed by a
verified statement filed in each apphcatmn or patent
in which. the  status. is available. and desired, except
those applncatnons filed under §1.60 or §1.62 of this
part where the statiis a5 a small’ entlty has béén estab-
lished in & parent application:and iz still proper.; Once
status as a small: entity has been: established in an ap-

_plication or patent, the status remains in that applica-

tion ‘or patent without the

statement pursuant tO

§1.62 of this part. Apphcatnons filed ' under

8 l 60 or § 1.62 of this part must include a reference

to a verified statement in a parem applicatxon lf status
as a small efntity is still proper and desired.

(b) Once status:as:a: small ‘entity -has been eéstab-
lished im an application or . patent, fees as a. small
entity may, thercafter. be paid .in. that apphcatmu or
patent without regatd to a change in status until the
issue fee is due or any maintenance fee is due. Notifi-
cation of any change in status resulting in loss of enti-

tlement to'smail entnty status must be filed in the ap-

plxcatlon or patent prior to’ paymg, or'at the time of
paying, the earliest of the issue fee or any mainte-
nance fee due after the date on which:status as a small
entity is no longer appropriate pursuant to §19 of
this part. The notification of change in status may be
signed by the applncant any person authorized to sign
on behalf of the assngnee, or an attorney or agent of
record or acting in a representative capacity pursuant
to § 1.34(a) of this part. :

(c) If status as a small entity is established in good
faith, and fees as a small entity are pald in good faith,
in any application or patent, and it is later discovered
that such status as a small entity was established in
error or that through error the Office was not notified
of a change in status as required by paragraph (b) of
this section, the error will be excused (1) if any defi-
ciency between the amount paid and the amount due
is paid within three months after the date the error
occurred or (2) if any deficlency between the amount
paid and the amount due is paid more than three
months after the date the error occurred and the pay-
ment is accompanied by a verified statement explain-

Rev, 1, Oet. 1988



d)(l)" Any attempt t0 fmudulem‘ly (i) emblish
,mb:umneuﬁtym(ﬁ)payMMamﬂenmy
&% 8 orattcm ‘
ALt Siflenst 4 triod prcliosd o empie
| ' (2) Improperly snd through gross negligence () es-
mbhshmgnmmamﬂeﬂﬁtyor(d)mymgfwu
a small ‘entity shall be considered as a fraud
orsttemptedmthe@fﬁce Seeﬁl%(d)mdlsss
ofthmpm
@s5usC. 6.1’% L. 97-247; 15 US.C. 1113, 1123)

{47 FR 40140, Sept. 10, 1982, added effective Oct. 1, 1982; pars.
(&), 49 FR 553, Jan. 4, 1984, eflective date Apr. 1, 1984]

Subpanﬂu-NtﬁumleeMnng'hiom

PROSECUTION OF APPLICATION AND APPOINTMENT
Do OFA‘IMNEYORAGBNT

’my be represented by 8 regls-

‘_of this subchapwr ‘I‘he Patent and Tradcmatk Ofﬁce
_cannot aid i in thc selection of a regmered attomey or
_agent. , SR

OB Conu'ol No. MSHI)H]

[50 FR 5171, Feb. 6, 1985, effective date Mar. s, 1985]

The assignee of reeord of the entire interest in an
application’ for patent is entitled to conduct the pros-
ecution of the application to the exc]usxon of the in-
ventor.

133

“orrespondence respecting patent applica-
tiom, reeminamm proceedings, and other
proceedings.

(8) The residence and post office add:ms of the ap-
plicant must appear in the oath or declaration if not
stated elsewhere in. the application. The applicant may
also specify and an attorney or agent of record may
specify a correspondence address to which communi-
cations about the application are to be directed. All
notices, official letters, and other communications in
the case will be directed to the correspondence ad-
dress or, if no such correspondence address is speci-
fied, to an attorney or agent of record (see § 1.34(b)),
or, if no attorney or agent is of record, to the appli-
cant, or to any assignee of record of the entire interest
if the applicant or such assignee so requests, or to an
assignee of an undivided part if the applicant so re-
quests, at the post office address of which the Office
has been notified in the case. Amendments and other

papers filed in the appl:catnon must be signed: (1) By
the applicant, or (2) if there is an assignee of record
of an undivided part interest, by the applicant and
such assngnee, or (3) if there is an assignee of record
of the entire interest, by such assignee, or (4) by an

Hev. 1, Oct, 1968

Iy i Ry
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_agent, will not be undertaken. If more than 'oné atior-

neyoramtbemadeofrecordanda
address has not been specified, compondence will be
beldwnhtheonehstmadeofmoord ‘

(b) An applxcant who has not made of record 8 reg-
istered attorney or agem may be requu'ed to state

whether he received assistance in the preparatnon or

pmsecutxon of his apphcauon. f'or which any compen-
sation or consideration was given or charged, and if
0, to disclose the naime or mames of the person or
persons provndmg such ' assistance. This includes the
preparation for the apphcam of the. speclﬁcatxon and
amendments or other papers to be filed in the Pitent
and Trademark Office, as well as other assistance in

‘such matters, but does not include merely making
dmwmgs by draftsmen or. steno,graphxc
typing papers.

(c) All notwes, ‘ofﬁcml Ietters, and ot_hcr mqmm-

canons for the patent owner or owners in a reexam-
ination proceeding will be directed to the. attorney, or
agent of record (see § 1. 34(b)) in.the patent file at the
_address listed on the register of patent attorneys and

agents. maintained pursuant to §§ 10.5 and 10.11 or, if
no aftorney or agent is of record, to the patent owner
or owners at the address or addresses of recogd.
Amendments and other papers filed in a reexamina-
tion proceeding on behalf of the patent owner. must

be signed by the patent owner,. or if there is more
than ome owner. by all the owners, or ‘by an.attorney

or agent of record in the patent file, or by a registered

attorney . or agent not of record who acts in a repre-
sentative capacity under the provisions of § 1.34(a).
Double correspondence with the patent owner or
owners and the patent owner’s attorney or agent, or
with more than one attorney or agent, will not be un-
dertaken. If more than one attormey or agent is of

‘record and a correspondence address has not been

specified, correspondence will be held with the last
attorney or agent made of record. _

(d) A “correspondence address” or change thereto
may be filed with the Patent and Trademark Office
during the enforceable life of the patent. The “corre-
spondence address” will be used in any correspond-
ence relating to maintenance fees unless a separate
“fee address™ has been specified. See § 1.363 for “fee
address” used solely for maintenance fee purposes.
[OMB Comtrol Nos. 0651-0010 & 0651-0011]

[36 FR 12617, July 2, 1971; 46 FR 29181, May 28, 1981; para. (d)

added, 49 FR 34724, Aug. 31, 1984, effective date Nov. I, 1984;
para. {c), 50 FR 5171, Feb. 6, 1985, effective date Mar. 8, 1985}

1.34 Recognition for representation.

(a) When a registered attorney or agent acting in a
representative capacity appears in person or signs a
paper in practice before the Patent and Trademark
Office in a patent case, his or her personal appearance
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6 vignature shiall constitute: & répreseutation”
Patent and Trademark Office that undm the pmvn-
sions of this Subchapter and the law, be or she is au-
-thorized to represent the particular. party. in whose
behalf he or she acts. In ﬁlmgmhapaper the regis-
tered attorney or agent should s his or her, seg-
istration number with his or her’ sigmmre Further
‘pmofnfauthority to act in a mpfuwmwc capac:ty
may be required.
- (b) When an attomey or agem shall have ﬁled hls
or her power of attorney, or authorization, duly exe-
cuted by the person or persons entitled to prosecute
an spplication or a patent involved in & reexaminstion
proceeding, he or she is a principal attorney of record
in the case. A principal attorney or agent, so appoint-
ed, may appoint an associate attomey or agent ‘who
shall also then be of record.

[OMB Conzrol No. 0651-0011]

[46 FR 29181, May 29, 198%; para, (s), SO. FR 5171, Feb, 6, 1985,

eﬂ’ecﬁvedateMar B 1985] ’

o of mwer of attormy or au-

. thorl -withdrawal of sttorney or agent.
A power of attorney or authorization of ageﬂt may
be t revoked at any mge in the’ pmc@mgg@ of a case

cation’ ta and approval by the Comm ier. An’at-
‘tofney or agent, except an associate atwmey or agent
whose address is the same as that of the principal at-
torney or agent, will be notified of the revocation of
the power of attorney or authorization, and the sppli-
cant or patent owner will be notified of the with-
drawal of the sftorney or agent. An assignment will
not of itself operate as a revocation of a power or au-
-thorization previously given, but the assignee of the
entire interest may revoke previous powers and be
represented by an attorney or agent of the assignee’s
own selection. See § 1.613(d) for withdrawal of an at-
torney or agent of record in an interference.

[OMB Control No. 0651-0011)
[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

W0 MAY APPLY FOR A PATENT

141  Applicant for patent.

(a) A patent must be applied for in the name of the
actual inventor or inventors. Full names must be
stated, including the family name and at least one
given name without abbreviation together with any
other given name or initial.

(b) Unless the contrary is indicated the word “ap-
plicant” when used in these sections refers to the in-
ventor or joint inventors who are applying for a
patent, or to the person mentioned in §§ 1.42, 1.43, or
8 1.47 who is applying for a patent in place of the in-
ventor.

(c) Any person authorized by the applicant may file
an application for patent on behalf of the inventor or
inventors, but an oath or declaration for the applica-
tion (§ 1.63) can only be made in accordance with

§ 1.64.

'vator,
~oath or declaratxon, and apply for and obtam the

R—19

(d)Awowmsmybemqwedfrmthewmn

filing .the application, that the., ﬁilm was guthorized
- where such authonzauon comes mto qmuan

- (35 US.C. 6, Pub. L. 97-247) - o
‘{48 FR 2708; Jen. zo ms. e«wdve date‘r-'eb z7 ma 4 FR
4285, Jen. 31; 1983} . _

.142 Whenmeinvmt@rhdwd

Caan

In case of the death of the inventor, the legal repre-
sentative (executor, administrstor, etc.) of the de-
ceased inventor may make the necessary oath or dec-
laration, and apply for and obtain the _patent. Where
the inventor dies during the time mtervemng between
the filing of the application and ‘the granting of a
patent thereon, the letters patent may be issued to the
legal represenmnve upon proper mterventnon c

3s USC 6 Pub L 97—247)

[48 FR 2709, Jan. 20, 1983, errecﬁve daie x%eb 27, 1983]
1 43 When the invenfm' is imane or lemﬂly in-

mmcitat )
In we an mvcmor is msane or otherwwglcgally m-

) cf such mventox' may make e necmary

pmt.
(35 US.C. 6 Pub. L. 97—247) , :
[48 FR 2709, Jan. 20, 1983, effective date Feb. 27 1983]

1 44 Pmof of autharity

In the cases mentioned in §6 1.42 and 1 43 proof of
the power or authority of the legal representative
must be recorded in the Patent and Trademark Office
or filed in the application before the grant of a patent.

(35 US.C. 6, 111, 116, 117, 118)

1.45% Joint inventors.

(2) Joint inventors must apply for a patent jointly
and each must make the required oath or declaration:
neither of them alone, nor less than the entire number,
can apply for a patent for an invention mvented by
them jointly, except as provided in §1.47.

(b) Inventors may apply for a patent Jomtly even
though

(1) They did not physically work together or at the
same time,

(2) Bach inventor did not make the same type or
amount of contribution, or

(3) Bach inventor did not make a contribution to
the subject matter of every claim of the application.

(c) If multiple inventors are named in an applica-
tion, each named inventor must have made a contri-
bution, individually or jointly, to the subject matter of
at least one claim of the application and the applica-
tion will be considered to be a joint application under
35 U.S.C. 116
[paras. () & (c}, 47 FR 41274, Sept. 17, 1982, effective date Ost, 1,

1982; 68 FR 2703, Jan. 20, 1983, effective date Peb. 27, 1983; 50 FR
9379, Mar. 7, 1985, effective date May 8, 198%]

" Rew. 1, Oct, 1985
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V-IM Ammmmm

‘ lnémmewhokmapaﬂin’mmmmemmﬁm
or in the patest to be issued is assigned, the spplica-
tion must still be made or authorized to be made, aad
an oath or declaration signed, by the inveator or one
of the persons mentioned in §§ 1.42, 1.43, or 1.47.
However, the patent may be issued to the assignee or
?;n;]:&i to the mvenmandtbe assignee s provided in

(35 U.SC. 6, Pub. L. 97-247)
{48 FR 2709, Jen. 20, 193, effective date Feb. 27, 1963]

147 Filing when an inventor refuses to sign or

, wmm be reached.

(a) If & joint inventor refuses_ to join in an applica-
tion for patent or cannot be found or reached after
diligent effort, the application may be made by the
other inventor on behalf of himself or herself and the
omitted inventor. The oath or declaration in such an
appl:cauon must be accompanied by a. petition includ-

proof of the pertinent facts and. by, the,  reguired
fee (§ 1.17(h)) and must state the last known address
of ‘the omitted inventor. The Patent and- Trademark
‘Office shall forward notice 'of the’ ﬁimg of the applica-
‘tion’ to” the omitted inventor at said- sddress. Should
- such ‘notice be returned to’ the Office’ undehvered, or
should the address of the omitted inventor be' un-
known, notice of the filing of the application shall -be
publighed in the (Wicwl Gazette. The omitted invenfor
may subsequently join in the apphcatxon on filing an
oath or declaration of 'the ‘chardcter *required by
§1.63. A patent may. be granted to the inventor
making the application, upon a showing - satisfactory
to the Commissioner, subject to the same rights which
- the omitted inventor would have had if he or she had
been joined.

(b) Whenever an inventor refuses to execute an ap-
plication for patent, or cannot be found or reached
after diligent effort, a person to whom the inventor
has assigned or agreed in writing to assign the inven-
tion or who otherwise shows sufficient propnetary in-
terest in the matter justifying such action may make

' applncation for patent on behalf of and as agent for
the inventor. The oath or declaration in such an appli-
cation must be accompamed by a petition including
proof of the pertinent facts and a showing that such
action is necessary to preserve the rights of the parties
or to prevent irreparable damage, and by the required
fee (§ 1.17(h)) and must state the last known address
of the inventor. The assignment, written agreement to
assign or other evidence of proprietary interest, or a
verified copy thereof, must be filed in the Patent and
Trademark Office. The Office shall forward notice of
the filing of the application to the inventor at the ad-
dress stated in the application. Should such notice be
returned to the Office undelivered, or should the ad-
dress of the inventor be unknown, notice of the filing
of the application shall be published in the Off cial
Gazette. The inventor may subsequently join in the
application on filing an oath or declaration of the
character required by § 1.63. A patent may be granted

Rev. 1, Oct. 1985

-fmtert‘erence. the peuuou stm!l cu-ply ;-thh me Ke-

are.not inventors of the invention being claimed..

fmmmmmammwmymm
Commissioner.,

(SUSC. 6 Pabi Lo - e

{47 FR 41275, Sepe. 17, 1982, effeclive’ m Oct. 1, 1962; u m

m Jm 2, lm. Mwm Fabl 27, l%&]

(a) If tm‘m 'mvenm m»fimvemms.m' not
named in an application for patent through error
without eny deceptive intention on the pert of the
actual inventor or'invemwn,.the;,applimtion may be
amended to name only the actusl inventor or inven-
tors. Such amendment must be diligently made and
must be accompanied by (a) 8 . petition mcludms 8
statement of facts verified by the original named in-
ventor or inventors. establishing when the error with-
out deceptive intention was discovered and how it oc-
curred; (b) an oath or declaration by each acmal in-
ventor or inventors as requtmd by § 1.63; (c) the fee

“set forth in § 1.17(h); ‘and (d) the wmten cousem of

any assignee. When the application is involved in an

filed deleting

amendment must be;dxhgently made and shall be at:-
companied by: = .
(1) A petmon mcludmg a statement mdenufymg

.each named inventor. who. is. bemg deleted and ac-

knowledging that the inventor’s invention is no longer
being claimed in the application, and -

(2) The fee set forth in § 1.17(h).

(c) If an application discloses unclaimed sub_;ect
matter by an inventor or inventors not named in the
application, the application may be amended pursuant
to paragraph (a) of this section to add claims to the
subject matter and name the correct inventors for the
apphcatlon

[OMB Control No. 0651-0018]

[48 FR 2709, Jan. 20, 1983, effective date Feb. 27, 1983; 49 FR
48416, Dec. 11, 1984, effective dste Feb. 11, 1985; 50 FR 9379,
Mar. 7, 1988, effective date May 8, 1965}

THE APPLICATION

1.51 General requisites of an application.

(a) Applications for patents must be made to the
Commissioner of Patents and Trademarks. A com-
plete application comprises:

(1) A specification, including a claim or claims, see
66 1.71 to 1.77.

(2) An cath or declaration, see §§ 1.63 and 1.68.

(3) Drawings, when necessary, see §§ 1.81 to 1.8

(4) The prescribed filing fee, see § 1.16.
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-(JS\US.C.G.M L97-247 18 USC IIIS. 1135

-[42 FR 8593, Jam. 38, 1977; pares. (8) & (c); 47 FR 41275, Sept. 17,
1982, effective date Oct. 1, 1962 peres: (2) & (b 48 FR 2709, Jen.
20, 1983, effective date Feb. 27, 1983)

(@) The apphcatxon. any amendnmu or corrections
thereto, and the osth or declaration must be in the
English language except as provided for in § 1.69 and

“paragraph (d) of this section, or be accompnmed bya

verified transiation of the application and ‘a translation
.of amy.corrections or amendments : into the English
-language. All pspers which' are to become a part ‘of
-the permanent records of the Patent and Trademark
-Office mugt be legibly written; typed, or printed:in
-permanent ink or its:equivalent in quslity. All of the
-gpplication: papers must be: presented ‘in-a form having
-sufficient clarity and contrast between the paper and
the writing, typing, or:printing thereon to permit the
direct - reproduction. of readily legible: copiés:in any
-number-by use: of photographic, electrostatic, photo-
-offaet, and microfilming processes. If the: papers are
not.of the reguired quality, substitate typewritten or
printed papers of suitable quality may be required:
. -{b): The: spplication papers (specification, including
cleims, abstract, oath or declaration, and’ papers - as
provided for -in- §§ 1.42, 1.43, 1.47, etc.) and also
papers subsequently filed, must be plainly written on
but one side of the paper. The size of all shests of
paper should be 8 to 8% by 10% to 13 inches (20.3 to
21.6 cm. by 26.6 10 33.0 cm.). A margin of at least ap-
proximately omne inch (2.5 cm.) must be reserved on
the lefi-hand of each page. The top of each page of
the application, including claims mwst have a margin
of at-least approximately % inch (2 cm.). The lines of
text must not be crowded too closely together; type-
written lines should be 1% or double spaced. The
pages of the application, including claims and ab-
stract, should be numbered comsecutively, starting
with 1, the numbers being cemtally located above or
preferably, below, the text.

(c) Any interlineation, erasure, cancellation of other
alteration of the application papers filed must be made
before the signing of any accompanying oath or dec-
laration pursuant to § 1.63 referring to those applica-
tion papers and should be dated amd inmitialed or
signed by the applicant on the same sheet of paper.
No such alterations in the application papers are per-
missible after the signing of an oath or declaration re-
fefring to those application papers (§ 1.56(c)). After
) the signing of the oath or declaration referring to the
) application papers, amendments may only be made in
the manner provided by §§ 1.121 and 1.123-1.125.

R-21
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(d) AR wﬁmwu mey: be filed in:a Jas po
‘ . A veriﬁed Euglish mmm afm

(Pab. L. 94-131, 89 Suat. 689; 35 usc. 6 Pub L 97-247 15
U.S.C. 1113, 1123)

[43 TR 20862, My 11, 1978; parss. (¢) & (d), 47 FR 41275, Sept.
17, 19€2, effective date Oct. 1, 1982; para. (c), 48 FR ‘2709, Jen. 20,
1983, effective date Feb. 21, 1963; para. (@), 9 FR' ssc. Ten. 4,
1984, effective date Apr. 1, 1984]

1.53 Serial number, filing date, and compmion
of application.

(a) Any npphcatmu for a patent receaved in the

Patent and Trademark Office will be- aasngned aseml
, numbcr for identification purposes. . P

" (b) The ﬁlmg date of an apphcatx

tion or drawing required by patagraph (b) of tlns sec-
tion, apphcam wdl be so notified and given ‘a’time
period within which to ‘subimit the omitted specifica-
nonordmwmgmorderwobtamaﬁlmgdatcmof
the date of filing of such submission, If the omission is
mot corrected within the time period set, the applica-
tion will be returned or otherwise disposed. of;. the fee,
if submitted, will be refunded less a $15.00 handling
fee, . . ‘
@ If an apphcauon wluch has been accorded ‘a8
filing date pursuant to paragraph (b) of this section
does not include the appropriate filing fee or an oath
or declaration by the applicant, applicant will be so
notified, if a correspondence address has been provid-
ed, and . gaven a period of time within which to. file
the fee,. oaiil, or declaration-and to pay the surcharge
as set forth in § 1.16(e) in: order to prevent abandon-
ment of the application. If the requu'ed filing fee is
not tnmely pald or if the processing and retention fee
set forth in § 1.21(1) is not paid within one year of the
date of mailing of the notification required by -this
paragraph, the application will be disposed of. No
copies will be provided or certified by the Office of
an application which has been disposed of or in which
neither the required basic filing fee nor the processing
and retention fee has been paid. The notification pus-
suant to this paragraph may be made simultaneously
with any notification pursuant to peragraph (c) of this
section. If no correspondence address is included in
the application, applicant has two months from the
filing date to file the fee, oath or declaration and to
pay the surcharge as set forth in § 1.16(¢) in order to
prevent abandonment of the applucatnon or one year
from the filing date to pay the processing and reten-

Wo‘kom.am
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*.21(1) 1o pre‘vem’ ﬂhpoml af the o

i .(e) An spﬁhmm for S ¥ patem wm ‘ot b plwed
‘upon the: files for examination wntil all 'its” requited
.parts, complying with the rules relatinng’ thereto, are
received, escept that certain minor: informalities may
 be waived subject to subsequent correction whenever
' required.
. () The filing date of an mwmauoml apphcauoﬂ
designating the United States of Americe shall be
treated - as the filing date in. the United States of
America under PCT Article 11(3), except as prowded
_in 35 U.S.C. 102(e) . u _
(35 US.C. 6, Pub. L. 97-247)
{48 FR 2709, Jan. 20, 1983, effective date Feb. 77, l983 peras. (b)

& (3), 4 FR 54, Jan. 4, 1984, effective date Apr. 1, ‘1984; pam.
(c), 50 FR 31826, Auvg. 6, 1985, éffictive date Oct. 'S, 19851

1.5¢  Parts of applieaﬁon to be ﬁled together

L"t’inpany mch part, accutﬁteiy
it with the ather, pm:ts of the

,(3susc 6, Pub L e 247)’
[48 lFR 2710, Im. 20. 1983 eﬁ'ectnve date Feb 27 1983]

155 . Cleim for fm'eign priority :

(a) An apphcant may claim the: bencﬁt of the ﬁlmg
dite of a prior foreign applxcatwn under the condi-
tions specified in 35 U.S.C. 119 and 172. The claim to
priority need be in no special form and may be made
by the attorney or agent if the foreign application is
referred to in the oath or-declaration as required by
§ 1.63. The claim for priority and-the certified copy
of the foreign application specified in the second para-
graph of 35 U.S.C. 119 must be filed in the case of
interference (§ 1.630) when necessary to overcome the
date of a reference relied upon by the exammer, or
when specifically required by the examiner; and in all
other cases they must be filed not later than the date
the issue fee is peid. If the papers filed are not in the
English language, a - -translation need not be filed
except in the three particular instances specified in the
m‘cwdmg gentence, in which event a sworn transia-
tion or & translation certified as accurate by a sworn
or official translator must be filed. If the priority
papers are submitted after the date the issue fee is
peid, they must be accompanied by a petition request-
ing their entry and the fee set forth in § 1.17().

(b) An appﬂmnt may under certain circumstances
. claim priority on the basis of an application for an in-
ventor’s certificate in a country granting both inven-
tor’s certificates and patents. When an applicant
wishes to claim the right of priority as to a claim or
claims of the application on the basis of an application
for an inventor’s certificate in such a country under
35 U.S.C. 119, last paragraph (as amended July 28,

v, 3, Oct. 1985

examination ' of ‘the- apphcatnon ‘Such ! information' is
-material where there is a substantial: likelihood that a

applican Wwwmmwc.
itthig @ !aimfenuchﬂgﬁtm

paragraph (a) of this section, shill include afﬁdavnt

or - declaration ' including & specific mtemem ‘that, §

upon an investigation, he ‘or e’

o hersef that 1 i bae of hi of e Knowledge

plicant, when fiting his or her applicetion for the in-
ventor's certificate, had the option to file an' applica-
tion either for @ patent or an inventor’s certificate as
to the subject matter of the identified claim or claims
forming the basis for the clmm of pnonty

(38 U.S.C. 6, Pub. L. 97-247)

[para. (b), 47.FR 41275, Sept. 17, .1982; effective date Oct. 1, 1982;
48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983; para. (b), 49
FR 534, Jan. 4, 1984, effective date Apr. 1, ' 1984; pam. (a). 49FR
48416,Dec 12, 1984, eﬂ'ecnvednte Feb. 11, 1985]

1.56 Duty af dixclosure, fraud, __
jeetion of apphcaﬂnns. et
(a) ‘A duty rof - candor and good fmth toaward the

@r re-

i Paﬁent and Trademark Officé rests on the'inventor, on
‘esch-attoriey. or-agent: who -prepares 'or:prosecutes
«the:application. and on-every other-individual whois
-giibatasitively: involved ‘in:the preparamn OF- Prosecy-
- tion: of the' applncatwn and who:is associated: with the
-inventor; with:the-assignee or:with anyoae to" 'whom
.there:is- an : gbligation: -to: assign the-application. All

such: individualé- have & duty to discloge to:-the Office
information they are aware: of which: is material to the

reasonable : examiner ‘would -consider it important - in
deciding whether to-allow the application to.issue as a
patent. The duty. is commensurate with the degree of

-involvement in the preparatlon or prosecutmn nf the

application. _

M) stclosures pursuant to this sectnon must be ac-
companied by a copy of each foreign patent docu-
ment, non-patent publication, or other non-patent item
of 'information in:written form which is. being dis-
closed or by ‘a statement that the copy' is ot in the
possession of the . person meking the: disclosure and
may be made to the Office through an attorney or
agent having responsibility for the preparation or
prosecution of the application or through an inventor
who is acting in his or her own. behslf. Disclosure to
such an attorney, agent or-imventor shall satisfy the
duty, with respect to-the information disclosed, of any
other individual. Such an attorney, agent or inventor
hae no duty to transmit information which is not ma-
terial to the examination of the application.

(c) Amny application may be stricken from the fles

(l) An oath or declaratnon pursuant to § 1.63 is
signed in blank;

{(2) An oath or declaration pursuant to § 1.63 is
signed without review thereof by the person making
the oath or declaration;

(3) An oath or declaration pursuant to §1.63
signed without review of the specification, includin
the claims, as required by § 1.63(b); or
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AT T

.t:m pdpeuﬁledmﬁhe()fﬁceue sl-
‘ '““"gnmsofanmthordecmmpum
’antto§163 referrﬁngtothoaeupﬂmhonpppen. ‘
' (d).No patent will be | on an gpplication in
connectionwith which fraud on the Office was prac-
:wed o’ j]ortl:;dutyofdmclomrewnm
Jated througﬁ bad faith or gross negligence.
'clmms -m apphcation shall be rejected if upon ex

t to 35 U.S.C. 131 and 132, itisa-
tablished by clear and convincing evidence (1) that
any fraud was practicéd or attempted on the Office in
connection with the application, or in conmection
with any previous spplication upon which the appli-
cation relies, or (2) that there was any violation of the
duty of disclosure through bad faith or gross negli-
gence in connection with the aspplication, or in con-
nection with any previous application upon which the
application relies.

(¢) The examination of an application for compli-
‘ance. with peragraph (d) of this section will normally
be delayed until such time as (1) all other matters are
resolved, or (2) appeliant's reply ‘brief pursuant to
§H93(b) ‘hag beenﬁ recéived ‘and ' the ‘application is
‘otlierwise sonsideration by the Board of
Appeals; st which time the appeal will be suspended
forexammmwmantwpamgmpb (@) of this sec-
tion. Thcprmutmnofthcapphemmwxﬂbere-
opened to the extént necessary to conduct the exami-
mmapummtmparagrapb(d)ofthlssecmnm
cluding any appeal pursuant to § 1.191. If an appeal
has already been filed based on a rejection on other
grounds, any further rejection under this section shall
be treated in accordance with § 1.193(c).

(f) Any member of the public may seek to have an
application stricken from the files pursuant to para-
graph (c) of this section by filing a {imely petition to
strike the application from the files. Any such timely
petition and any accompanying papers will be entered
in the spplication file if the petition and accompany-
ing papers (1) specifically identify the application to
which the petition is directed, and (2) are either
served upon the applicant in accordance with § 1.248,
or filed with the Office in duphcaw in the event serv-
ice is not possible. Any such petition filed by an attor-
ney or agent must be in compliance with § 10.18.

(8 A petmon to strike an application from the files
submitted in accordance with the second sentence of
paragraph (f) of this section will be considered by the
Office. An aclmow!edgement of the entey of such a
petition in a reissue application file will be sent to the
member of the public filing the petition. A member of
the public filing such a petition in an application for
an original patent will not receive any communica-
tions from the Office relating to the petition, other
than the return of a self-addressed postcard which the
member of the public may include with the petition in
order to receive an acknowledgement by the Office
that the petition has been received. The Office will
, communicate with the applicant regarding any such
) petition entered in the application file and may re-
quire the applicant to respond to the Office on mat-
ters raised by the petition. The active participation of
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ﬂwmemberofthepublwﬁlmgapeﬁtm uantto
paragmph (D of this section ends with the filing of the
petition and no further submission on behalf of the pe-
titioner will be acknowledzed or. considered unless
such submission raises new issues which could not
have been earlier presented, and thereby commum a
new petition..

()] Any member of the public may seek to have the
cleims in an apphcatxon rejected pursuant to para-
graph (d) of this section by filing a timely protest in
accordsnce with § 1.291. Any such protest filed by an
attorney or agent must be in complisnce with § 10.18.

(i The Office may require applicant to supply in-
formation pursuant to paragraph (a) of this section in
order for the Office to decide any issues relating to
pm'agraphs (c) and (d) of this section which are raised
by a petition or a protest, or are otherwnse discovered
by the Office.

() If any disclosure pursuant to this section does
not include a copy-of ‘esch’ foréign pateat documient,
non-patent pubhcatwn, or other non-patent item’of in-
formation in written form which is being disclosed or
astatemcntthatacopytbereohsnotmthepmaes—
sion of the person making - the! disclosure,. applicant
will be so. notified and given. & period of time within
which to file the copy or. 2 statement that & copyis
not in the possession of the person making the disclo-
sure, The time penod set- may be extended under
§ 1.136.

[OMB Control No. 065!-0011]

{35 U.S.C. 6, Pub. L. 97-24T)

[42 FR 5593, Jan. 28, 1977; paras. (d) & (e)-(i), 47 FR 21751, May
19, 1982, effective date July 1, 1982 para. (c), 48 FR 2710, Jan. 20,
1983, effective date Feb. 27, 1983; paras. (b) & (), 49 FR 554, Jan.
4, 1984, effective date Apr. 1, 1984 paras. (d) & (h), 50 FR 5171,
Feb. 6, 1985, effective date Mar. 8, 1985]

§ 1.57 [Reserved]

{48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983]

1.58 Chemical znd mathematiml formules and
tables.

(@) The specification, including the claims, may
contain chemical and mathematical formulas, but shail
not contain drawings or flow diagrams. The descrip-
tion portion of the specification may comtain tables;
claims may contain tables either if necessary to con-
form to 35 U.S.C. 112 or if otherwise found to be de-
sirable.

(b) All tables and chemical and mathematical for-
mulas in the specification, including claims, and
amendments thereto, must be on paper which is flexi-
ble, strong, white, smooth, nonshiny, and durable in
order to permit use as camera copy when printing
any patent which may issue. A good grade of bond
paper is acceptable; watermarks should not be promi-
nent. India ink or its equivalent, or solid black type-
;yriter, should be used to secure perfectly black solid
ines.

(c) To facilitate camera copying when printing, the
width of formulas and tables as presented should be
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[(273 ,cm.)_”md to, p!ace it sideways o ‘

‘ et ‘charactets used “in wch fommlas and
tables must be from a block (nonscript) type font or
iettcnng style having ¢ capital letters which are’at least
0.08'inch (21 ‘mm.) high'(e.g., elite type). Hand letier-
ing ‘miist be heat, clean, and have a mnmmum charac-
ter height of 0.08 inch (2.1 mm.). A space at least Y
inch (6.4 mim.) high should be provided between com-
plex formulas and tables and the ‘text. Tables should
have'the lines and columns of data closely spaced to
comerve space, cons:stent thh h!gh degree of legnbnl-
ity.

(Pub. L. 94-131. 89 Stat, 685y

[43 FR 20463, May 11, 1978

1.59 Pm 0f awlimﬁon m& ﬁIing date mt
tﬂ be retwrned.. -

P&pen i an apphcamn whmh has recaved ‘® ﬁlmg
datepumxant o §l§3 'will not be returned for 'any
purpose: whatever. I applicants have notpréserved
copies of the papers; theOfﬁcewnllfnmmhcopws at
the usual coit of any-application-in which either. the
required basic. filing fee (§ 1.16) or the processing and
retention fee (§ 1.21(1)) has been peid. See §1.618 for
return of unauthorized and nmproper papers in mtet-
ferences.

f48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983 49 FR 554,
Jen. 4, 1984, effective date Apr. 1, 1984; 49 FR 48416, Dec. 12,
1984, 50 FR 23123, May 31, 1985, eﬂ'ecuve date Feb, 11, 1985].

160  Continuation or divisional application for
invention disclosed in a prior spplication.

(a) A comtinuation or divisional application (filed
under the conditions specified in'35 U.S.C. 120 or 121
and § 1.78(a)), naming as inventors the same or less
than all the inventors named in a prior application and
which discloses and cleims only subject matter-dis-
closed in the prior application may be filed as a sepa-
rate application before the patenting or abandonment
of or termination of proceedings on the prior applica-
tion.

(&) An &pplncant may omit signing of the oath or
declaration in a continuation or divisional application
if (1) the prior application was & complete application
as set forth in §1.5i(a), (2) applicant files a true copy
of the prior complete application as filed including
the specification (including claims), drawings, oath or
declaration showing the signature or ap indication it
was signed, and any amendments referred to in the
oath or declaration filed to complete the prior appli-
cation, and (3) the inventors named in the continu-
ation or divisional application are the same or less
then all the inventors named in the prior application.
The copy of the prior application must be accompa-
nied by a statement that the application papers filed
are 8 true copy of the prmr application and that no
amendments referred to in the oath or declaration

fhev. 1, Oct, 1968

lete the pnor application introduced new

nattér therein. Such’ statement must be by the

p it's aftorney or agen

venﬁed stement if made byaperm@otmwtemd
before the Patcm: end Trademark Office.

ts ceducing the number, of clsims or

e to_the | pr:or applwam @1. 78(a))

will bz entéred before calculating the filing fee and

granting. the, filing dete.. If the continuation or divi-
sional applmam is filed by less than all the inventors
named in_the prior ‘application 8 statement must ac-
company . the application when ﬁled -requesting. dele-
tion of the names of the person or_persons who age
not inventors of the invention being cla;med in the
contmuaawn or divisional applxcatnon L

[OMB Coatrol No. 0651-0011] - Lon

{48 PR 2710, Jam. . 20, 1983, eﬂ'emve date Feb 27 1983 49 FR 554,
Jam. 4, 1984, effective date Apr. 1, 1984; 50 FR 9379. Mn 7, 1985,
effective date May 8, 1%5] -

: Fﬂmg of m]icaﬁous in the Umwd States
: g maDesngna‘ Ofﬂeg. Rk
the mmmauonal

the pnomy date. (l)-‘A copy of .the, mternanonal ap-
plication with any amendments under PCT Article 19,
unless it has been ‘previously commumcated by the
International. Burean or unless it was originally filed
in the U.S. Patent and Trademark _Oﬁ'ice,_ (2) a trans-
lation of the international application and a translation
of any. amendments under PCT. Article 19 into- the
English language, if originally filed in another lan-
guage; (3) the national fee (sce § 1.445(a)(4)); and (4)
an oath or declaration of the inventor (see § 1.70).

(b) If the translation of the international application,
oath or declaration, and national' fee have not been
submitted by the applicant within twenty (20) months
from the priority date, such requirements may be et

within twenty-two (22) months from the priority date.

The payment of the surcharge  set forth in
§ 1.445(a)(5) is required as a condition for accepting
the national fee or the oath or declaration later than
20 months after the priority date: The paymient of the
processing fee set forth in § 1.445(a}(6) is required for
acceptance of an English translation later than 20
months after the priority date. Failure to comply with
these requirements will result in abandonment of the
application. The provisions of § 1.136 do not apply to
the 22 month period of this section.

(c) If a copy of the amendments under PCT Article
19 is not communicated by the International Bureau
or a copy thereof and any necessary English transla-
tion thereof is not received by the end of 20 months
from the priority date, such failure will be regarded as
cancellation of the amendments under PCT Article 19
in the international application.

(d) Verification of the translation of the internation
al application or any other document pertaining to an
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al'é v sification.
md,oﬁfhardechmﬁonﬁomtpﬁorcompﬁeteappﬁﬁ
cation’ (§ 1.51(a))’ which is to be ebandoned, may be

filed before ‘the ‘paymient ‘of the issue fee, sbandon-

ment ‘of, or termination of proceedings on the prior
application. The filing' date of an application filed

under this section is the date on Which & request is
filed for an application under this section’ including

identification of the Serial Number, filing date, end
applicant’s name of the prior complete application. If
the continuation, continuation-in-part, .or. divisional
apphcatton is filed by less than all the inventors
named in the prior application a statement must ac-
company e’ spplication ‘when ‘filed réquesting dele-
tion of the names of the g . persons who are

: y pretimi
entry of ‘any amcndments under §1.116 unentered in
the prior applncatlon ‘Which- apphcant has requested to
be entered in the contmmng apphcatron

“(c) In the case of a continuation-in-part appllcatzon
which @dds and claims additional” disclosure by
amendment, an oath or declaration as required by

& 1.63 must also be filed. In those situations where a

new oath or declaration is required due to additional
subject matter being clauned, additional inventors
may be named in the contisiuing application. In a con-
tinuation or divisional application which discloses and
claims only subject matter disclosed in a prior appli-
cation, no additional oath or declaration is reguired
and the application must name as inventors the same
or less than all the mventors named i in the prior appli-
cation.

(d) If an applwatmn which bas been accorded a
filing date pusrsuant to paragraph (a) of this section
does not include the apptopmtc basic filing fee pussu-
ant to paragraph (b) of this section, or an oath or dec-
laration by the applicant in the case of a continuvation-
in-past application pursuant to paragraph (c) of this
section, applicant will be %o notified and given a
period of time within which to file the fee, oath, or
declaration and to pay the surcharge as set fonh in
§ 1.16(e) in order to prevent abandonment of the ap-
plication. The notification pursuant to this paragraph
may be made simultaneously with any notification of
a defect pursuant to paragraph (a) of this section.

(e) An application filed under this section will uti-
lize the file wrapper and contents of the prior applica-
tion to constitute the new continuation, continuation-

fy amendment and
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new application ‘number; ;..
f) . The filing .of en- applic ;
wdlbecmttmdwmcludeawm@mmmw
the; applicant - under, 35, U.S.C. 122 .t0 the extent: that.
any member of the public who is. entitled, uader M;
provisions of 37 CFR 1.14 to acoess %o, ot information
concerning either the, prior application. o any- mw
tinuing applimtion filed undcrthemoviﬁmoﬂkh
wmmaybemvemumimmw.orcimﬂum«,
formation concernimg, the other application(s) in. m
file wrapper. ;
(g) The filing of & request for a continuing applicu
tion under this section will be considered to be & re-
quest to expreasly abandon -the prior application as of
the filing date gmmed the continving application. = -
. (h) The applicant is urged to furnish the following -
information relsting to the prior and oominuing apph-
cations to the best of his or her-ability: =~
(1) Title as originally filed and'as last amended;
2y Name of applncant as"' "ginally ﬁled and’ as lmtf
amended; "
(3) Current correspondence addreﬁs of appﬁcmt,
(4) Identification of prior. foreign appixcatmn and‘
any priority claim under 35 U.S.C. 119, &= .
(5) The title of the invention and names of the ap-
plicants to be niimed i the' continuing application.
@) Enveélopes ‘containing ' only application papers
and fees for filing under this section should be marked
“Box FWC". _
{oMB Control No. 0651-00!1]
(35 US.C. 6, Pub, L. 97-247)

[47 FR 47244, Oct. 25, 1982, added effective Feb, 27, 1983 48 FR
2710, Jan. 20, 1983, effective date Feb. 27, 1983; paras. (a)& (d), 49
FR 555, Jan. 4, 1984, effestive date Apr. 1, !984 peres. (a), () &
(h), 50 FR 9380, Mas. 7, 1983, effective date May 8,.1985]

OaTH OR DECLARATION

1.63 Oath or declaration,

() An oath or declaration filed under § 1.51(a)(2) as
a part of an apphcatxon must:

g (1) Be executed in accordance with either § 1. 66 or

1.68;

(2) Identify the specification to which it is directed;

(3) Identify each imventor and the residence and
country of citizenship of each inventor; and

(4) State whether the inventor is a sole or joint in-
ventor of the invention claimed.

(b) In addition to meeting the requirements of para-
graph (a), the ocath or declaration must state that the
person making the oath or declaration:

(1) Has reviewed and understands the contents of
the specification, including the claims, as amended by
any amendment specifically referred to in the cath or
declaration;

(2) Believes the named inventor or inventors to be
the original and first inventor or inventors of the sub-
ject matter which is claimed and for which a patent is
sought; and
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€)] Acknowledw the duty to duqm ;nformamn, N
b s the ﬁﬁﬁca-ﬁ

which 15" ing )
miuaccordmcewuh&glsﬁ(a_ ]

(©) In addition'to meeting: the ‘teq para-
graphs (a)-and (b)-of this section, the odth’ or declaras
tionmmymﬁmﬁmm%v!ﬁchack&nfmfomgn’
Myhmwewmmtmg’assmmmmy the

for patent of inventor's certificate’

foreign
Oﬂwhdchpmﬁtykchimd,mdmyforﬂguappﬁca-‘
tion havingmﬁﬁnsdate before that of the' application

on which priority is claimed, by specifying the’ ‘appli-

w number, country, day, moath end yem- 0f its
8

{d) In any . continuation-in-part apphmtuon filed

under the conditions specified in 35 U.S.C. 120 which'

dhcmandc!mmsmbgectmnermaddmontothm

disclosed in the prior copending application, the oath

or- declaration must also state that the person making
the cath or declaration acknowledges. the duty to dis-
cloee material information: as defined in §1. 56(a)
which occurred between the filing date of the prior

application and. the nationsl or PCT. mtematxonal
ﬁlmg date of the contmuatnon-m-part applncatxon s
{OMB Coatrol No. 0651-0011] . s e A
(35 US.C. 6, Pub. L. 97-247)

4285, Jan. 31, 1983] -
* Person maklng oath or declar:

[48 FR 2711, Jan. 20, 1983, m eﬂ’ecuve Feb 27 1933 4s PR

(a) The oath or declaration must be made'by all of

the actual inventors except as provided for in §§ 1.42,
1.43, or 1.47.

{b) If the person making the oath or declaratton 1s
not the inventor (§§ 1.42, 1.43, or 1.47), the oath or
declaration shall state the relationship of the person to
the inventor and, upon information and belief, the
facts which the inventor is required to state.

[OMB Control Wo. 0651-0011}

(35US.C. 6 Pub. L. 97-247y .
{48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983}

1.66  Officers authorized to administer oaths.

(2) The oath or affirmation may be made before any
person within the United States avthorized by law to
edminister oaths. An oath made in a foreign country
may be made before any diplomatic or consular offi-
cer of the United  States authorized to administer
oaths, or before any officer having an official seal and
authorized to administer oaths in the foreign country
in which the applicant may be, whose authority shall
be proved by a certificate of & diplomatic or consular
officer of the United States, or by an apostille of an
official designated by a foreign country which, by
treaty or convention, accords like effect to apostilles
of designated officials in the United States. The oath
shall be attested in all cases in this and other coun-
tries, by the proper official seal of the officer before
whom the osth or affirmation is made. Such oath or
affirmation shall be valid as to execution if it complies
with the lawe of the State or couniry where made.
When the person before whom the oath or affirmation
is made in this country is not provided with a seal, his
official character shall be established by competent

Rev. 1, Cct. 1965
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¢ /3 ras R

country’ forexgn o the United‘ States, a1y accompany-
ing application pepers, except the dra , must be
attached together with the cath and a passed
oneormomumthmghmll t}wmwmw
cation, except, the . drawings, the .ends. of said
ribbon . brought.. ¢ the sesl . before..the
lattermafﬁxedmdam rqu ormhsbeetmmtbu
impressed : with theofﬁcmlsealoftheofﬁwhﬁm’e
whom the oath is taken. If the papers as,filed are not
properly ribboned: or each:sheet impressed with: the
seal, thecmwmbeaccepwdforexmnm,but
before it is allowed, duplicate papers, prepered: in
glomphance wnth the foregomg - sentence,. must be'
ed. .
[OMB Control: No 0651-00! 1]
(35 U.S.C. 6 15 US.C. 1113 1123)
[47Fn4n275 Sept. 11 1%2, effective date Oct 1, 1932]

corfect any deficiencies or maccuracxés prwent f an
eerher filed oath or declaration. . .. . . S
\ th“or _declaratmn meetmg the,
: t be filed: (1) When a claim.
is prescnted for matter ongma.lly shown or. dmnbed'
but zot substanually embraced in the statement of in-
vention or claims originally presented; and (2) When,
an oath or declaration submitted in accordance with |
§ 1.53(d)  after. the filing of the specification and any
required drawings specifically and improperly refers
to an amendment which includes new matter. No new
matter may be introduced into an application after its
ﬁlmg date even if a supplemental oath or declaration
is filed (§ 1.53(b); § 1.118). In proper cases the oath or
declaration here required may be made on informa-
tion and belief by an applicant other than inventor.

[OMSB Control No. 0651-6011]
(35 US.C. 6, Pub. L. 97-247)
{48 FR 2711, Jan. 20, 1983, effective date Feb. 27, 1983]

1.68 Declaration in lieu of oath,

Any document to be filed in the Patent and Trade-
mark Office and which is required by any law, rule,
or other regulation to be under oath may be sub-
scribed to by a written declaration. Such declaration
may be used in lieu of the oath otherwise required, if,
and only if, the declarant is on the same document,
warned that willful false statements and the like are
punighable by fine or imprisonment, or both (18
U.S.C. 1001) and may jeopardize the validity of the
application or any patent issuing thereon. The declar-
ant must set forth in the body of the declaration that
all statements made of the declarant’s own knowledge
are true and that all statements made on information
and belief are believed to be true.

[OMB Control No. 0651-0011]
{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]
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proved: by ‘the Patent and Trademiark Office, it ‘must

be wcompnmed by & 'verified English" ‘translation,’
except that in the case of an oath of declaration filed
under §1.63, the translation may be filed in the Office
no later than two momhs ﬁ'am thc date apphcam is

notified to file the if
[OMB Ccmtrol No 065 -

dfecuvé datc Feb" 27, 1983)

vided in'§§'1.422,1.423 ‘or 1.425, the applncmt shnﬂj
state his or her relationship to the inventor dnd, upon -

infornistion dnd belief; ‘the facts w!nch the mventor as
réquired by this section- to state '

[OMB Control No 0651-0011] ' )

(Pub. L.'94-131, 89 Stat. 685; 35 US.C. 6, Pub. L. 97-247)

[43 FR 20463, May 11, 1978; 48 FR 2712, Jan. 20, 1983, effective
date Feb. 27, 1983]

_ Swscmmnon
AUTHORITY: Secs. 171 to 179 ahom:aiunder 35 US.C. 112

171 Detatled description and specification of
the invention. '

(@) The specnﬁcatlon must mclude s wntten descnp-
tion of the invention or discovery and of the manner
and process of making and using the same, and is re-

quired to be in such full, clear, concise, and exact

terms as to enable any person skilled in the art or sci-
ence-to which the invention or discovery appertains,
or with which it is most nearly comnected, to make
and ugse the same,

(b) The specification must set forth the preclse in-
vention for which a patent is solicited, in such manner
as to distinguich it from other inventions and from
what is old. It must describe completely a specific
embodiment of the process, machine, manufacture,
composition of matter or improvement invented, and
must explain the mode of operation or principle
whenever applicable. The best mode contemplated by
the inventor of carrying out his invention must be set

forth.
/] (c) In the case of an improvement, the specification
must particularly point out the part or parts of the

& other' than Engimh isa ﬁ‘orm provided or ap-*‘

1977, para. (b); 48 FR 2711 Jan zo. 1933 'j
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hﬁp&d“”vemdﬁtreﬁ ; nnd
ﬁﬁ%gt’otheqﬁ

(a) Themﬂe of the: mvemion, wiuchfshould be M"
short and ' spetific &s" posslble, should ‘appear a8 8-
heading on the first ‘page of the ‘specification; if it
does not- otherwme appear at the begmmng of thc ap-
plication.” - "

() ‘A’ brief sbstract of the techmcal dﬂsclmure ‘in
the specification must be'set forth or s separate sheet,
preferably following' the cléims' under the ‘heading
“Abstract of the Disclosure.” The purpose of thie ab-"
stract’is to enable the Patent and “Trademark Office
and the public rally to deterniine qmckly f’mm a8’
cux‘sory mspectwﬂ the nature ‘aud

hall

of the, obgect of the invention, ‘ould precede the dé-
tailed descnpm ‘Suc mmary should, when set
forth, be. commnsurate with the invention as clmmed
and any object remted should be that of the invention
as. clanmed . P

1.74 Refmm to dmwings.

When there are drawmgs, there shall be a brief de-
scription of the several views of the drawings and the
detailed descnpnon of the invention shall refer to the
different views by specifying the numbers of the fig-
ures and to the different parts by use of reference let-
ters of’ numerals (preferably the latter) E

175  Claimds).

(2) The specification must conclude with a claim
particularly. pointing out and distinctly claiming the
subject matter which the applicant regards as his in-
vention or discovery.

(6) More thar one clsim may be presented provided
they differ mbstantu!ly from each other and are not
unduly multiplied.

(c) One or more claims may be presented in de-
pendent form, referring back to and further limiting
another claim or claims in the same application. Any
dependent claim which refers to more than one other
claim (“multiple dependent claim”) shall refer to such
other claims in the alternative only. A multiple de-
pendent claim shall not serve as a basis for any other
multiple dependent claim. For fee calculation pur-
poses under § 1.16, a multiple dependent claim will be
considered to be that number of claims to which
direct reference is made therein. For fee calculation
purposes, also, any claim depending from a multiple
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chimsmustﬁavepmdther

to includeall the hmxtamm of thie clebin fncorporated '
. adent claim. A multiple de-

mmgchmmuwwnmdwmwmmbr
reference all the limitations of each of the particular -

claims in relation to which it is being considered. .

(d)(1) The cleim or claims must conform to the in-

vention as set forth in the remainder of the specifica-
mmdmeumsmdphrmuwdmmecMms
mmﬁndclearmpportoranmedentbasmmthedes

wmmwmmcmmngofmetermsmmei
cnam mey. be ascertainsble by refereace to the de-

scription. (See § 1. 58(a).) . ‘

(2) See. %i 141 to 1.146. as to c!mmmg dnfferent m-
ventions in ope application. - V

(e) Where the nature of the me admlts, as in the;_
case of an improvement, any independent clairn
should contsin in the following mder (1) A preamble
cmmmngamwrﬂdmmﬁmwmmeckmwm
steps of the clasimed combinstion which are conven-:
tional or known, @ a phmw sach as “whcrem the
improvement comprises,” "and (3) thoi€ elemerits,
steps arid/or relationships which constitute that por-
tion of the claimed combination which the applzcant
conmdem as the new or improved portion. _

(ﬁ!fmemmmerdcmmeyshanbenum-
bered consecutively in Arabic numerals.

(g) All depeadent clainms should be grouped togeth-
erwﬁhtheclaimorcimmwhﬁchtheymferwthe
extent possible.

(35 US.C. 6 15 US.C. 1113, 1126) .
- [3t BR 12923, Oct. 4, 1966; 36 FR 12690, July 3, 1971; 37 FR
21995, Oct. 18, 1972; 43 FR 401, Jan. 31, 1978; para. (c), 47 FR
41276, Sept. 17, 1982, effective date Oct. 1, 1982}

1.77 Arvangen plication elements.
The e&m of ﬁw apphcaumx should appear in
the following order:

(e) Title of the invention; or an introductory por-
tion stating the name, citizenship, and residence of the
applicant, and the title of the invention may be used.

€b) [Reserved]

(cX1) Cross-reference to related applications, if any.

(@) Reference to & “microfiche appendix” if any.
(See § I %(b)) The total number of microfiche and
total number of frames should be specified.
of the invention.
ription of the several views of the
 a1¢ dsawings.

() €
(by Abwm @f the dnwi@ww
Signed cath or declaration.

(Pubs. L. 96531, 85 Stae. 685; 35 U.8.C. 6 end 41; Pub. L. 97-247)

(45 -FB 20464, sy 55, 1976, 46 FR 1612, Jen. 12, 1961; pares. ()
& (), 48 FR 2712, San. 20, 1983, effective date Feb. 27, 1%3}

B, &, Oct, 1965

,.Of i, mendadto ‘include, mu!uple
fee get. forth in_
§ 1.16(d). Clummdcpmdentfomahnﬁbecomtrmd

the prior application must name s an, inventor “at least
oma:gmws named in the;Iater filed spplication and .
disclose the mamied, mvenwr’s inventxoa claimed in at
least one claim of the later filed application in the
manner. provided by the first paragraph of 35 U.S.C.
112. In addition, the pnor application - must. be )
complete as set forih in §1.51, or (2). entitled to 8
filing date ‘as set forth in § 1.53(b) and include the
basic filing fee set forth in § 1.16; or (3) entitled to a
filing date as set forth in §153(b) ‘and have pmd
therein the processing and retention fee set forth in
§ 1.21(1) within the time period set forth in § 1.53(d).
Any application claiming the benefit of a prior filed
copending - ‘national or international epplication must’
contzin or be amended to contain in the first sentence
of the g n following the.title a reference. to
such prior applncatmn, identifying it by, serial number
and filing date or international apphcam ‘number
and international filing date and indicating the sela-
tionship of the spplications.. Cross-references 10, ‘other
related. applications may be made when appropmte.,
(See § 1.14(v)).

. {b) Where two or. more appllcatwns ﬁled by tlme
same applicant contain conflicting claims, elimination
of such claims from all but one application may be re-
guired in the absence of good and sufficient reason for
their retention during pendency in more than one ap-
plication.

(c¢) Where two or more applications, or an applica-
tion and a patent naming different invemtors and
owned by the same party contain conflicting claims,
and there is no statement of record indicating that the
claimed inventions were commonly owned or subject
to an obligation of assignment to the same person at
the time the later invention was made, the assignee
may be called upon 10 state whether the clsimed in-
ventions were commonly owned or subject to an obli-
gation of assignment to the same person at the time
the later invention was made, and if not, indicate
which named inventor is the prior inventor. In addi-
tion to making vaid statement, the assignee may also
explain why an mterferencc should or should not be
declared.

(dy Where an applwatxon claims an invention which
is not patentably distinct from an invention claimed in
& commonly owned patent with the same or a differ-
ent inventive entity, 8 double patenting rejection will
be made in the application. An obviousness-type
double patenting rejection may be obviated by filing a
terminal disclaimer in accordance with § 1.321(b).

(Pub, L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)

[36 FR 7312, Apr. 17, 1971; 49 PR 555, San. 4, 1984; paras. (a), (c),
& (d), 50 FR. 9380, Mar. 7, 1985, effective date May 8, 1985
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thenmeapplwant orownedbya“
qu, ing & clanming that mbject m

: THE anm

A!mmmw $ecs. Hltoi&ﬂnbomedunderJSUSC 113'

anWrequlred.

(a) Tm applwant for a- pﬂtem is reqmred to furmh»
a drawing of :bis invention where pecessary for the -

uaderstanding of the subject mastter sought to be pat-

ented; this drawing must be filed with the application.
(1)) memy may include illusteations. which. facili-
mderstanding of the invention (for example,’

flow Mm mmofprocmes, and dmgmmmauc'

views).

(c)Wbeneverthcmtumufthembjwmmm
sought to be patented admits of illustration by s draw-:
ing without its being necessary for the understanding’
of the subject matier and the ‘applicant hag not for-
mwwudmwmg,thecmmnmem.
submission within a time period of not less then two
mﬂmfr@mt&ed&ﬁecﬁhemdmgohmm thue-«

of.

@ mein@ mm“ed after the ﬁlmg date of the
 application may not be used fo overcome any insuffi-
cwmyoﬁhwspemﬁcaﬁmdwmhckofmmblmg

m’ ta eupplement the angmai Mckmre thereof for
the purpmc of mtetpretﬂm of the scope of any
claim.

[43 FR 4018, Jan. 31, 1978}

(a) The dmwmg st s&ww every feature of the in-

pecified i the claims. However, convention-
akfeatmeadzwﬁmwdmthedmnpﬁonandclmm,
where tm dctmed illustration is mot essential for a
proper understanding of the invention, should be illus-
trated inm thc drawing in the form of a graphical draw-
ing symbol or & lsbeled representation (e.g. a labeled
rectangular box).

(6) When the invention consists of an improvement
on &n old machine the drawing must when possible
exhibit, mmmm@rewmmemmwedwmm
itself, disconnected from the old structure, and glso in
another view, so much only of the old structure as
will suffice to show the connection of the invention
therewith.

(c) Where the drawings do not comply with the re-
quirements of paragraphs (a) and (b) of this section,
the examiner shall require such additional illustration
within a time period of not less than two months from
the date of the sending of a notice thereof. Such cor-
rections are subject to the requirements of § 1.81(d).
(31 BR 12923, Oct. 4, 1966; 43 PR 4015, Jan. 31, 1976]
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shiny and dossble. Two-ply of thres
is Pfeferrcd Tﬁeg ring J o pipes o
de’fed m s 4 ¢ . -‘h H.f 7 X

i 8 p - pen. drawings {0, secure pers.
fectly black solid. hm. The use.of w :te pmmcnt £0.
cover lines is not narmally. mptable Y .

.(b) Size-of sheet and -margins; The mzc of the skeeu
on which drawings: are made may. either be ezactly .
8% by: l4mches(2i.6by 35.6 cm.) or exactly 21.0 by
29.7 cm. (DIN size ‘A4). All drawing sheets in & par-.
ticular ‘application: must be: the same. size.: One of the
shorter sides of the sheet is fegarded agits top. = -

(1) On ‘8% by 14 inch drawing sheets, the drawing '
must’ include & top umrgm of 2 iniches: (5.1 cm.) and’
bottom' and side ‘margins of Y inch’ (6.4 'mm.) 'from-
the edges. thereby -leavinj 'a: “sight” precisely 8 by
11% ‘inches /(20.3' by 29.8 emi). Margm border:limes’
are not permitted. ‘Al work: must: be ‘incinded: within-
the “sight”. The sheeis may’bé provided with' twa %5?
inich: (64mm)dwmeter ‘holes having' théir centétlines
spaced *Yi¢ inch {175 mm) below: the" mp% édge and’
2% “inches (7.0 cm:) apart, said- ‘holés bemg equallyf
spaced from’ the rcspecnve side’ edgw B :

(2) ‘On 21.0 by 29.7 cm. drawmg shieets, the dmw-
ing must include 'a top margin of at'least 2.5 cm:, s
left side margin ‘of 2.5 cm., a right side margin of 15
cm., and a bottom margin of 1.0 cm. Margin border
hnes are not permitted. All work must be contained
within a sight size not to exceed 17 by 26,2 cm.

(c) Character af lines. Ali drawmgs must be made
with draftmg instruments or by a process whzch will
give them satnsfactory reproduction charactéristics.
Every line and letter must be durable, black, suffi-
ciently dense and dark, uniformly thick and well de-
fined; the welght of all lines and letters must be heavy
enough to permit adequate reproductnon This direc-
tion applies to all lines however. fine, to, shadmg, and
to lines representing cut surfaces. in sectional views.
All lines must be clean, sharp, and solid. Fine or
crowded lines should be avoided. Solid. b]ack should
not be used for sectional or surface shadmg Freehand
work should be avoided wherever it is possxble to do
80.

(8) Hatching and skadimg. ,(l) ,Ha,tching should be
made by oblique parallel lines spaced sufficiently
apart to ensble the lines to be distinguished without
difficulty.

(2) Heavy lines on the gshade side of objects should.
preferably be used except where they tend to thicken
the work and obscure reference characters. The light
should come from the upper left-hand corner at an
angle of 45°. Surface delineations should preferably be
shown by proper shading, which should be open.

(e) Scale. The scale to which a drawing is made
ought to be large enough to show the mechanism
without crowding when the drawing is reduced: in

Bowv. 1, Qet. 1068



( i ot P ” N . - ) ! )
pimn, W aiid’ cafefuﬂy fm’med, ‘and’ not be encir--
should, iff

¢, messure at least one-
eighthohnmchaz:mm,)inwmwthatﬁheymy
bear reduction to one twenty-fourth of an inch (1.1
mm.); eénd they: may. be slightly larger when there is’
sufficient room. They shiould not be so plgced in the
close end complex parts of the drawing es to interfere
with a thorough com ion -of the same, and
therefore should rarely cross or mingle with the lines.
When necessarily grouped around a certain part, they

should : be placed. at -a little distance, at the. closest

point where-there is: available -space, and. connected
by, lines -with .the. parts. to which- they refer.. They
mmhéqgtbeplwedwhawhedonhdedmfm
bot w

from the work. The same part of an invention appear-
mgmmorethanomevwwofthedmwmgmust
always be.designated by the same character, and. the
same character must never be used to dmgnate differ-
ent pam. Reference signs oot m
scription shall -not appem’ in the dmwmg, and_vice
versa. |

® Symbolf, Iegemiv Gmphmal dmwmg symbols
and other labeled representations msy be used for
conventional elements when appropriate, subject to
approval by the Office. The elements for which such
symbols and labeled represematmns are used must be
adequately identified in the spectﬁcaﬂon While de-
scriptive maiter on dramngs is mot permmed smmble
legends may ‘be used, or may ‘be required, in proper
cases, as in dzagmmmanc views and flowsheets or to
show materials or where labeled representations are
employed to illustrate conventional elements. Arrows

may be reqmred in proper cases, to show direction of
miovement. The lettering should be as large as, or
lazger than, the reference charwtets

() [Reserved]

(i) Views. The drawing must contain as many fig-
ures 48 may be necessary to show the invention; the
ﬁguwa should be consecutively numbered if possible
in the order in which they appear. The ﬁgures may be
plain, elevmtm, section, or perspective views, and
detail views of portions of elements, on 8 larger scale
if necessary, may also be used. Exploded views, with
the separated parts of the same figure embraced by &
bmcket, to show the relationship or order of assembly
of various parts are permissible. When necessary, a
view of a large machine or device in its entirety may
be broken and extended over several sheets if there is
oo loss in facility of understanding the view. Where
figures on two or more sheets form in effect a single

Blew. 1, Get. 1966

ne rys. @ blank space may. be left.in the .
hatching. or -sheding -where. the character. occurs 50
that. it shall, appear - perfectly distinct and separate.

ned. in the de-.

gure | Bins.

mgsheets.'rheplmeuponwhmhasectwmlwewm
taken should be indicated ‘osi ‘the general view by a
broken lime, the ends of which should be designated
by numerals corresponding to the fgure number_of
the sectional view and have drrows applied to indi-
cate: the direction in which the view js taken. A
moved position may be shown by a broken line super-
imposed -wupon a suitable figure if this' can be: doae
without ‘crowding,: otherwise a separate figure must
be wséd: for this purpose. Modified forms of construc-
mmonlybeshnwnmsepmteﬁgures Views
should not . be | connected . by - projection - lmes noF
should center lines be used.

() drrangement -of views:: All views:on:- hé same
sheet should ‘stand in‘ the ssme’ direction - and, if possi--
ble,: stend 20, that: they can be read:with the sheet held:
in.gh upright position: If views: longer than the width
of the cheet ‘are necessary for the:clearest illustration:
of the inventitn;. the sheet:may be: tusried- on ite: side
soMthetopofmeshcetwnhtheappmpnatcm
margin is on the right-hand side. One figure must not
be: placed upom another or wnthm the out!me of an-
other..

(k) Fxgun jbr Ojﬁcml Gazetta The drawmg slmuld
as far.as possible, be so planned that one of  the viéws
will be suitable for publication in the O]f ciol Gazette -
as the illustration of the invention. . -

() Extraneous matter. Identnfymg mdlcna (such as
the attorney’s docket number, inventor’s name,
number of sheets, etc.) not to exceed 2% inches (7.0

cm.) in width may be placed'in & centered location
between the side edges within three-fourths inch (19.1
mm.) of the top edge:. Authorized :security markings
may. be placed on the drawings provided they are
outside the  illustrations @nd are removeéd when:the
material is declassified. Other extraneous matter will
not be permitted upon the face of a drawing.

(m) Transmission of drawings: Drawings transmitted
to the Office should be sent fiat, protected by a sheet
of heavy binder’s board; or may be rolled: for- trans-
migsion in a svitable mailing tube; but must never be
folded. If received creased or m\mlated. ‘New draw—
ings will be required.

(See §1.152 for design drawing, § 1.165 for plant
drawings, and § 1.174 for reissue drawings.)

(Pub. L. 94-131, 89 Stat. 685)

{24 FR 10332, Dec. 22, 1959; 31 FR 12923, Qct. 4, 1966; 36 FR
9775, May 28, 1971; 43 FR 20464, May 11, 1978; 45 FR 73657,
Nov. 6, 1980]

1.85 Informsal drawings.

The requirements of § 1.84 relating to drawings will §
be strictly enforced. A drawing not executed in con-
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. mm'n sgw.ss

mmxity thereto, if. sumble for xeproductwn, may be
titteld “but, in such Cade"the’ drawing must be cor-

“r m 41276. Sept 17, i 982,
186 [Removed] {, EITARYS
{47 PR m‘lﬁ. Sept. 17,1982, effoctive Me Oct 1 mz)

1887 Usé of old drawings,

[i:the drawings of s new apphcauon are to be ndm
ticsl with the . drawmgs ‘of & previous applicstion of
theapphcantonﬁlemthe@ﬁ’m, or. with part of
such drawings, the old dmwmgs or any sheets theseof
may be used if the prior application is, or is about to
be, sbandoned, or if the sheets fo be used are. can-.
celled in the prior application. The new. apphmnon
must be accompanied by a letter requesting the. trans-.
fer of the drawings, which should be completely iden-

tnfed , )
Mom,w, Exnmrrs, Smmms

Ammm Secs. 191 to° IQSnlwmued ‘under 35 USC iM

1.91 Modw not mlly requﬁred as part eﬁ
' applimﬁm or. patent, ‘

Modelswereoncereqmmdmaﬂcmad@tﬂng a'

mndel,aaxmpartofﬂwapphcmn,andthmmodeh

became, 8- part .of therecord -of the patent. Such.

models are no longer genemlly required (the descrip-
tion. of the. invention in the specification, and the
drawings, must be sufficiently full and:complete, and
capable . of being understood, to disclose the invention
without the. aid of a model), and will not be admitted
unless. spectﬁcally called for.
1.92 - Mudelmexhibitmyberequired,

A model, working model, or other physical exhibit,
may be reqmred if deemed necsssary for any purpose
on examination of the application.

1.93 Specimens.

When the invention relates to a composition of
matter, the applicant may be required to furnish speci-
mens of the composition, or of its ingredients or inter-
mediates, for the purpose of inspection or experiment.
1.94 Return of models, exhibits or specimens.

Models, exhibits, or specimens in applications
which have become abandoned, and also in other ap-
plications on conclusion of the prosecution, may be
returned to the applicant upon demand and at his ex-
pense, unless it be deemed necessary that they be pre-
served in the Office. Such physical exhibits in contest-
ed cases may be returned to the parties at their ex-
pense. If not claimed within a reasonable time, they
may be disposed of at the discretion of the Comunis-

gioner.

1.98 Coples of exhibits.

Copies of models or other physical exhibits will not
ordinarily be furnished by the Office, and any model
or exhibit in an application or patent shall not be
taken from the Office except in the custody of an em-
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source) language which will cause a computer to pes-
form a desired procedure or task such as solve a prob-
lem, regulate the flow of work in a computer, or con-
trol or monitor events. Computer pmgr&m listings
may. be submntted in patent apphcahom in the foliow»
ing forms: =

(@) Matenat which will be pn’nted in rhe patem‘. Ifﬂne
computer program. listing is contained on 10 printout
pages or less, it must be submmed enthex a8 drawmgs
ozaspartof&hewlﬁcauon

(1) Drawings. The listing' méy be subm!tted inthe
manner and complying' with' the ‘requirements: for.
deswings as:provided in § 1.84. At least one ﬁgm-e n\x-
meral is required on each: sheet of drawing. -

' (2) Specification. () Thie listing may be submmed as
part of the specification in accordance with the' provi-
sions of §1.52, at the end of the dwcnptxon but
before the clalms '

specnﬁcahon i the form{ of computer prmtout sheets
(commonly 14 by 11 inches in size) for use as “cantera
ready copy™ when a patent is subsequenily printed.
Such computer printout sheets must be original copies
from the computer with dark solid black letters not
less than 0.21 cm Iugh, on white, unshiaded and un-
lined paper, the printing on each sheet must be limited
to an area 9 inches high by 13 inches wide, and the
sheets should be submitted in a protective cover.
When printed in patents, such computer printout
sheets will appear at the end of the description but
before the claims and will usually be reduced about
1% in size with two printout sheets being printed as
one patent specification page. Any amendments must
be made by way of submission of a substitute sheet if
the copy is to be used for camera ready copy.

®) 4s an appendu which will not be printed. If a
computer program listing printout is 11 or more pages
long, applicants may submit such listing in the form of
microfiche, referred to in the specification (see § 1.77
(cX2)). Such microfiche filed with a patent application
is to be referred to as a “microfiche appendix.” The
“microfiche appendix” will not be part of the printed
patent. Reference in the application to the “micro-
fiche appendix” should be made at the beginning of
the specification at the location indicated in
§ 1.77(c)(2). Any amendments thereto must be made
by way of revised microfiche. All computer program
listings submitted on paper will be printed as part of
the patent.
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tmm ofmm sundurds are pubtxsm the lateat shall

apply): ., S
ANSI PH l”—lﬁ%—-&mxﬁcﬂkmx fm Pholographic Film for Ag-
ehival Records, Silver-Celstin Type, oa Cellalose Ester Base.
ANGL PH 1411976
chival Records, Silver-Gelatin Type, on Polyester Base.
Nmm 1.(1971) Quality Standards for Competer Ompm chto-

AN@II‘NMA mz (19”) Ponmt and Codmg mm far Com~'

NESA M85 FANST PH §9-1975) Mmuﬁcheeﬂ)mmnm
ANSI PH, zt@ﬂ%ﬁ)—-ﬁaﬁm mmmwnmnay

Ot“pﬂt or W Qf ROtORT!

plies. .

(u)Fﬂmwbmﬁmdshaﬂbeﬁthon(camm
film) negative sppearing microfiche (with emulsion on
the back side of the film when viewed with the
images right reading).

(i) R u ion ratio of microfiche mbm&tm should
be 24:1 otaﬁmﬁartamwhemvmmfmmwd
tatic is required in order to fit the documents into the
image area of the microfiche format used.

(iv) Film submitted shall have a thickness of at lema
005 inches (0.13 mm) and not more than .009 inches
(0.23 mm) for either cellulose acetate base or polyes-
ter base type.

(v) Both microfiche formats Al (98 frames, 14 col-
ummx7mws)mdA3(63 frames, 9 columns x 7
mw&) which are described in NMA standard MS2
(A.l is also described in MSS) are acceptable for use
in preparation of microfiche submitted.

(vi) At least the left-most 1/3 (50 mm x 12 mm) of
the header or title area of each microfiche submitted
shell be clear or positive appearing so that the Patent
and Trademark Office can apply serial number and
filing date thereto in an eye-readable form. The
middle portion of the header shall be used by appli-
cant to apply an eye-readable application identifica-
tion such as the title and/or the first inventor’s name.
The attorney’s docket number may be included. The
final right-hand portion of the microfiche shall con-
tain sequence information for the microfiche, such as
1 of 4, 2 of 4, etc.

(vii) Addnmm requirements which apply specifi-
cally to microfiche of filmed paper copy:

(A) The first frame of each microfiche submitted
shall contain a standard test target which contains five

mvo lp Oet. !%

) .4
o IDA), one mthg

Mmﬁc Pil”m for Az~

Inmefmmerm;mmMMds MSl
MM&Wy,mthelatmmmdmssap--

St o, Chars e
er.and, COnES,
illustration on pege 2 of %) 9‘ 2 Fe?er-.
tice MS104, Inspection and pality. Contml of F‘n'at
Generation' Silver Halide chrof' m. glso y
graph 7 of NMA-MSS. IRETITG |

(B) The second frame. of each: microﬁche submitted

.must contein a fully deacnptlve mle and the inven-

tor s name as filed.

“(C) The pages or lines appeating on ‘the microﬁche
frames should be consecutively ntimbered.”

(D) Pagiiiation of the ‘microfiche ‘frames” shall be
from left to fight and from top to bottom.'

‘(B) At a reduction of 24:1 resolutxun of thc ongmal
microfilm shiall be 8t 'least 120 lines per mm (5.0
target) 50 that’ reptoductnon copi may be expected
to ‘comply * Wwith" provmons of paragraph 7.14 of
NMA. Standard MSS. '

(F) Background density of negative appearmg
camera master microfiche of filmed ‘paper’ documents
shall be within the range 0.9 to. 1.2 and. line density
should be no greater than ( The_d sity shall be
visual“diffise “density a5 ‘mhié 5 method
described in ANSI Standard’ PH'

- (G)' An'index; when' included; shioild appedr in the

'Iast frame (Jower Fight  hiild “coriier’ when' data is’

nght-remiing) af each microﬁche Sec NMA-MSS
ph 6.6. - "

- (viify Mlcroﬁche gcneratcd by Computer Output'
Microfilm (COM).

(A) Background denmty of negatwe»appeanng"
COM-generated camera master ‘microfiche shall be
within the range of 1.5 to 2.0 and line density shiould
be no greater than 0.2. The density shall be visual dif-
fuse density as described in ANSI PH 2.19.

(B) The first frame of each microfiche submntted
should contain a resolution test frame in conformance
with NMA standard MS1.

{C) The second frame of each microfiche submitted
must contgin a fully descnpﬁve tltle and the inven-
tor’s name as filed. -

(D) The pages o lines appearing on the nucrofiche
frames should be consecutively numbered.

(E) It is preferred;that pagination of the microfiche
frames be from left to right and top to bottom but the
altematwe, i.e., from top to bottom and from left to
right, is also acceptmble

(F) An index, when included, should appear on the
last frame (lower right hand corner when data is right
reading) of each microfiche.

(G) Amendment of microfiche musi be made by
way of replacement microfiche.

(35 U.S.C. 6 and 41)
[46 FR 2612, Jan. 12, 1981]
INFORMATION DISCLOSURE STATEMENT
1.97 Filing of information disclosure state-
ment.

(a) As a means of complying with the duty of dis-
closure set forth in § 1.56, applicants are encouraged
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toﬂiemmfoxmﬂondmmmtmmat the tise .
of filing ' the:-application -or within' the -later :of  three:
monthis sfter the filing dute’ of the dpplidation’ of tWo
| months after applicant receives the filing receipt. If‘

filed ‘ sepinetely, sthe!:disclosmre 'statemenit: should; “in

fication or thay be incorporated therein.

-(b)- & disclosure statement- filed in- accordance wnh :

paragraph (a) of this section shali not be construed as

8: representation that a search hss been made or:that:
no other nmenal mformauon as; deﬁned dn § l Sﬁ(a):

exists. .

[OMBCOM Ne. 065!-00!!]
(35°U.SC.6, Pub, L, 97-247) =

[48 FRTHZ. .Yln 20 1993 eﬂ'ectwe mr-'eb 27 1983]

each Tisted patent or, pubhcénw’;
formation in written form or of at Jeast the |

thereof comsidered by the person filing the dtscloaurc .
statement to 'bé pertinent. All United: States patents’

listed should be identified by their patent numbers,

identifying the country or office which issued it, the

document numiber and publication date indicated on -

the document. Bach printed ‘publication should be
identified by author (if any), title of the publication,
pages, date and place of publication.

(b) When two or more patents or publications con-.
sidered material are substannally 1dent|cal a copy of a
representative ‘one may be included in the statement
and others merely listed. A translation of the pertinent
portions of foreign language patents or publications
considered material should be transmitted if an exist-
ing translation is readily available to the applicant.
[OMB Contsol No. 0651-0011)

(33 U.S.C. 6, Pub. L. 97-247)
(42 FR 5594, Jan. 28, 1977, pasa. (a) 48 FR 2712, Jan 20, 1983, ef-
fective date Feb. 27, 1983]

1.99 Updating of information disclosure state-
ment,

If prior to issuance of 2 patent an applicant, pursu-
ant to his or her duty of disclosure under §1.56,
wighes to bring to the attention of the Office addition-
al patents, publications or other information not previ-
ously submitted, the additional information should be
submitted to the Office with reasonable promptness. It
may be included in a supplemental information disclo-
sure statement or may be incorporated into other
communications to be considered by the examiner.
” Any trensmittal of additional information shall be ac-
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addjtion :to -the-identification: :of - the ‘application; -ins:
clude the' Geoup Art:-Unit to whick the application-is"
assignéd e indicdted on the filing: receipti The disclo- -
sufe. stiterient may either be separate fmm the Mﬁh

patent dates and names of the paténtees. Each foreign
published application or patent should be: cited by -
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in accordance with the feqmrements of § 1.98

1.101 " Order of éxamination.

(a) Applications filed in the Patent. and Ttadmmrk
Office -and: accepted. &s complete; applications are as- -
signed for examination to: the respecuve examining
groups having the classes of inventions to which the
applications relate:-Applications shall be takeén up: for
examination by the exathiner to whom they have been
ascigned. in: the order- in ‘which they have:been filed"
except for those’ applications in which' ‘examination -
has been advasiced’ pursuant to-§ 1.102. Internstional -
applications which have complied with the require--
ments-of 35 U.S.C. 371(¢) will be'taken up for action
based: o'’ the ‘date 6i which: such réquiremhents were -
met. However, -unless s réguest ‘hias' been: filed: unider-
35:U:8.C. 371(6), oo sction: may ‘be taken pnor to 21
months from the priotrity date::

®) Apphcanons which have been acted npom by
the emmmer, snd which have: been' placed by the ap-.
plicant in-cotidition for further action by the examiner
(amended ‘applications) shall be taken up for action in
such order as shmll be cietenmned by the Commission-
er. i henmnihabinoirs ot s T
(35 US.C. 6, Pub. L. 97-247) S
[29 FR 13470, :Sept. 30, 1964; pars. (a); 48 FR 2712; Jan. 20, 1983,

effective date Feb. 27, -198%; pam (a), 50 FR 9381, Mar. 7, 1988,
effective date May. 8, 1985] o

1,162 - Advapcem f:«u: 0f examimﬁon.

(2 Apphcatlons wnll not be advanced out of turn
for examination of for further action except as provid-
ed by this part, or upon order of the Commissioner to
expedite the business of the Office, or upon filing of a
request under paragraph (b) of this section or upon
ﬁlmg a petition under paragraphs (c) or (d) of this
section with & verified showing which, in the opinion
of the Commissioner, will justify so advancmg it.

®) Apphcatlons wherem the inventions are deemed
of peculmr importance to some branch of the public
service and the liead of some department of the Gov-
ernment requmts immediate action for that reason,
may be advanced for examination. ’

(c) A petition to make an application special may
be filed without a fee if the basis for the petition is the
applicant’s age or health or that the invention will
materially enhance the quality of the environment or
materially contribute to the development or conserva-
tion of energy resources.

(d) A petition to make an application special on
grounds other than those referred to in paragraph (c)
of this section must be accompanied by the petition
fee set forth in § 1.17(i).

(35 US.C. 6; 15 U.S.C. 1313, 1123)
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[24FR10332,D@¢.22, l%mm(a),(e
Sept. 17, }mmﬁvemw. 1:;1982].

1.103  Suspension of action,

() Suspension of action by the Ofﬁce wnll be gfant-
ed for good and sufficient ‘cavse’ and for &' reasonable’

time specified upon.petition by .the applicant and, if
such cause is not the fault of the Office, the payment

of the fee set forth in § 1.17(). Action will not be sus- -

pended when a response by the applwant to an Oﬁice,_,
action is required. " -
(b) If sction: by the Ofﬁceon s’ applnmtxon;ls 8US-

pended: when: not requested by the applicant, the ap- -

plicant shell be notified of the reasons therefor.

(o) :Action by the: examiner may be suapended by
order- of the Commisasioner in. the case of applications .
owned. by the United States whenever publication. of -

the - invention - by the granting of a- patent- thereon.

might be detrimental to the publdic safety: or defense;
at:the.. request of : the appmpmte depamnent or,

agency: -

Ad). Acuon on. apphcatxons m w!uch the Ofﬁce ha&
accepted . request to: publish :a: defensive publication -
will-be suspended: for the. entire pendency of these ap--.
plications except for. purposes. mlamng to patent mter-f‘

ference proceedings under: Subpart E..
(S USC.6 ISUS.C-1113,3823)

{33 FR 5624, Aps. 15,-1968; m(&)&(b),47FR4!Z76.Sept 17,

1982, effective date Oct. 1, 1982; pera. (d), 49 FR: 48416, Dec. 12;

1984, effective Feb, 11, 1985 para. (d), SDFRQBSI, Mar 7, 1985, |

eft'ecuve date Mny B, !985]

1.104 Nature of exnmimmm, examiner’s
action.

(a) On taking up an apphcman for cxammatxon ora
patent in a reexamination proceeding, the examiner
shall make a thorough study thereof and shall make a
thorough investigation of the availsble prior art relat--
ing to the subject matter of the claimed invention.
The examination shall be complete with respect both
to complnance of the application or patent under reex-
amination with the apphcable statutes and rules and to
the patentability of the invention as claimed, as well
as with respect to mstters of form, unless otherwise
indicated. _

(b) The applicant, or in the case of a reexamination
proceeding, both the patent owner and the requester,
will be notified of the examiner’s action. The reasons
for any adverse action or amy objection or require-
ment will be stated and such information or refer-
encesmllbegwcnasmaybemfulmmdmgtheap«
plicant, or in the caze of a reexamination proceeding
the patent owner, to judge the propriety of continuing
the prosecution.

(c) An international-type search will be made in all
national applications filed on and sfter June 1, 1978.

(d) Any national application may also have an inter-
national-type search report prepared thereon at the
time of the national examination on the merits, upon
specific written request therefor and payment of the
international-type search seport fee. See § 1.21¢e) for
amount of fee for preparation of international-type

search report.

Rev. 1, Oet, 1985

theexmwnobeomdby. onubjectmanobhp-a.
tion of sssignmeat to, the samée person if.(1) the applis-
mﬁleueferwuﬂmemsmded in the Patent
and Trademark Office .in accordance with§1.331
which convey the entire rights: in. the ‘applications to
the same ‘person of organization; or (2) cufpm of unre-
corded assignments which convey the entire rights in
theapphcanmstothesamepersonormmuum
are filed in each of the applications; or (3) an affidavit
or declaration by the common owner is filed which
states that there is common ownership and states facts.
which explain why the affiant or declarant believes
there is common ownership; or (4) other evidence: is
submitted ‘which .establishes .common, ownership . of
the applxcatmns. In circuimstances wheré the common
owner is a corpomt:on or other orgamzatxon an affi-
davit 'or declaration ‘msy be’ sngned by an official of
the corpomﬁm or oxgaﬂ:muon empowered m act on
behalf of the corpor =

(Mb. L 94—!3! 89

{43 FR 20465, May : 29, 1981; pera. (d),
§7 FR 41276, Sept. 11 1982, effective dite Oc 982; pan(e)
mmmn Mn 7,/1985, effective date Misy 8, ms]

1105 . Completeness of examimer’s action,

The cxammer’s action - will .be complete a5 to all
maiters, except that: in approprigte ciscumstances,
such as misjoinder. of inveation, fundamental defects
in the application, and the like, the action of the ex-
aminer may be limited to such metters before further
action is made. However, matters of form need not be
raised by the examiner untnl a clanm ns found allow-
able. I

1.1066 Rejection of claims.

(a) If the imvention is not considered patentable, or
not congidered patentable as claimed, the claims, or
those considered unpatentable will be rejecwd

() In rejecting. claims for want of novelty or . for
obviousness, the examiner must cite the best refer-
ences at his command. When a reference is complex
or shows or describes inventions other than that
claimed by the applicant, the particular part relied on
must be designated as nearly as practicable. The perti-
nence of each reference, if not apparent, must be
clearly exp!mned and each rejected claim specified.

(c) In rejecting claims the examiner may rely upon
ndmissions by the applicant, or the patent owner in a
reexamination proceeding, as to any matter affecting
peatentability and, insofar as rejections in applications
are concerned, may also rely upon facts within his or
her knowledge pursuant to § 1.107.

(d) Subject matter which is developed by another
person which qualifics as prior art only under 35
U.8.C. 102(f) or (g) may be used as prior art under 35
U.S.C. 103 against a claimed invention unless the
entire rights to the subject matter and the claimed in-

113, 1023)
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Wﬂlv ' nublished statumy‘ mveimon regmm{

neming that inventor if the same subject matter is
clmmed:_m the, applxcatwn and the statutory mvmnon

[24 FR 10332, Déc. zzl i959,‘34 FR 18857, Nov. 26, 19694 m ©

added, 47 TR 21752, May 19, 1982, effective date July 1, 1982;
pares. (d) & (), 50 FR 9381, -Mar; 7, 1985; effective date: May g,

their uauonakty ot country, ‘fumbers and dates, and
the names of the patertecs must be stated; and such
othczdatamustbeﬁmmhedasmaybenmaryto
enable the applicant, or in the case of a reexamination

ocwdmg. the patent owner, to identify the pub-
lished applmatxons or patents cited. In citing. foreign
published applications or. patents, in case only a part
of the document is involved, the particular pages and
sheets containing the parts relied upon must be identi-
fied. If printed publications are cited, the author (if
any), title, date, pages or plates, and place of publica-
tlon, or place where a copy can be found, shall be
given.

(b) When a rejection in an application is based on
facts within the personal knowledge of an employee
of the Office, the data shall be as specific as possible,
and the reference must be supported, when called for
by the applicant, by the affidavit of such employee,
and such affidavit shall be subject to contradiction or
explanation by the affidavits of the applicant and

other persons.
[46 FR 29182, May 29, 1981]
1.108  Abendoned applications not cited,

Abandoned applications as such will not be cited as
references except those which have been opened to
umpectm by the public following a defensive publi-
cation.

[50 FR 9381, Mar. 7, 1985, effective date May 8, 1985]

1.109 Reasons for allowence,

If the examiner believes that the record of the pros-
ecution &5 & whole does not make clear his or her rea-
sons for allowing a claim or claims, the examiner may

R—35

SETT NI Laga:y
set forth: such ressoning. The reasons, shell be incor: .
porated into.an, Ofﬁee -action rejecting othet claims: of |
the. application. or; pateat . under. reexamination or be.
tlwsubjectofaseparuemmmunwatmwuwapph
cant or patent owner. The apphcant of; patent OWRET .
may file a siatement commenting on the, reasons. for
allowance within such time as ‘may be specified by the
examiner. Failure to file siich & stateément shall not
give rise to any implication that the applicant or
patent owner agrees with or mqumcm in the reasomne
ing of the examiner.

46 FR 29182, May 29, 1981]

1.110 Invenwrship gnd date of invmﬁom of
the subject matter of individual claims.

When more than oné inventor is. -named in an appli-
cation :or- patent; the Patent- and- Trademark - Office,
when necessary: for purposes of an' Office proceeding,
may reqmre an applicant, patentée, or-owner to iden-

 tify the:inventive entity of the subject matter. of each

claim in the spplication or: patent. Where appropriate, -

-the invention dates of the subject-matter of esch claim:

and the ownership of the subject matter .on the date
of invention may be required of the appllcam, patent-
ee or owner. See also’ §§ 1.78(c)’ and (d)

[OMB Control No, 0551—00]8] S
[50 FR 9381 Mar A 1935 effecuve date May 8 1935]

Acnon BY A.m’ucm AND mem
. CONSIDERATION :

AUTHORITY Secs 1. lll to L 113 almnssued undcr 35 US.C 132

1.111 Reply I)y apphcant or patent owner.

() After the Office action, if adverse in any re-
spect, the applicant or patent owner, if he or she per-
sists in his or her application for a patent or reexam-
ination proceeding, must reply thereto and may re-
quest reconsideration or further examination, with or
without amendment.

(b) In order to be entitled to reconsideration or fur-
ther examination, the applicant or patent owner must
make request therefor in writing. ‘The reply by the ap-
plicant or patent owner must distinctly and specifical-
ly point out the supposed errors in the examiner’s
action and must respond to every ground of objection
and rejection in the prior Office action. If the reply is
with respect to an application, a request may be made
that objections or reguirements as to form not neces-
sary to further consideration of the claims be held in
abeyance until allowable subject matter is indicated.
The applicant’s or patent owner’s reply must appear
throughout to be a bona fide attempt to advance the
case to final action. A general allegation that the
claims define a patentable invention without specifi-
cally pointing out how the language of the claims pa-
tentably distinguishes them from the references does
not comply with the requirements of this section.

(c) In amending in response to a rejection of claims
in an application or patent undergoing reexamination,
the applicant or patent owner must clearly point out
the patentable novelty which he or she thinks the

Rev. 1, Oct. 1988



1.112¢ ¢

* claims: W i view ofthe m* me dﬁblmeﬂ N
by the referesices: cited: or ‘th objections made, 'He o
$ #void isuch’

mhemmmmmwthe"

mmm)
.112 '
Aﬁcr

tion will be reconsidered and agein exasnined.

: ap-
plicant or patent owner will be motified . if clmms are
rejected, or cobjections. or requazememslmadc ug_ the,

or patent Gvner figy respond to such
the ssme manner provided in § 1.111, vwith or without
amendmAnyamendmentsafterthesewndOmce

action must ordinarily be restricted to the rejection or-

to the objections or requirements made. The applice-

tion or patent under reexamination will be again con-
sndwe&mdwmrepeatedly,unleuﬁhmmerm:

indicated thet the action is final
I%FRZQISZ May29 gggg] G

L.113°  'Finsl mjeetim Mmﬁw.

(g) On the second or anysubceqmutcmmmmon'

or consideration the rejection or other action may be

made final, whereupon applicant’s or patent owner’s

response is limited to appeal in the case of rejection of
any claim (§ 1.191), or to amendment as specified in
§1.116. Petition may be taken to the Commissioner in
the case of objectwm or requirements not mvolved in
the rejacﬁmz of any “claim - (§ 1.181). Response

final rejection or action must include mceilatmn of,
or appeal friom the rejection of, each rejected claim.
If any claim stands sllowed, the response to a final re-
jection or action must comply with any requirements
or objection as to form.

(b) In making such final rejecuon, the examiner
shall repeat or state all grounds of rejection then con-
sidered applicable to the claims in the case, clearly
stating the reasons therefor.

{24 FR 10332, Dec. 22, 1959; 46 FR 29182, Msy 29 1981}

AMENDMENTS
AutnoriTY: Secs. £.115 to 1.127 eleo issued under 35 U.S.C. 132,

1.118 hmendment,

The applwant may amend before or after the first
examination and action and also after the second or
subsequent examination or recongideration as specified
in § 1.112 or when and as specifically required by the
examiner. The patent owner may amend in accord.
ance with §§ 1.510(e) and 1.530(b) prior to reexamina-
tion, and during reexamination proceedings in accord-
ance with §§ 1.112 and 1.116.

{46 FR 29183, May 29, 1981]
1.116 ' ents after final action,

(a) After final rejection or action (§ 1.113) amend-
ments may be made cancelling claims or complying
with any requirement of form which has been made.

Rev. 1, Oet. 1985
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tion” are” prese:
after ﬁnal rejecm or aﬁer appeal has been taken, ‘or
when ﬂs;uch“amendment might not’ »d rwise be

d cases. Al on, on appeal kmend-‘
meutscanonlybemadeas vxdedm§1198 orto
carry into eff’ect i recommendati n pnder. § 1.196.

[24 FR 10332, Dec. 22, 195%; 46 FR:29183, May 29, 1981]
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prohxnty ‘and 10" Secure cormponde,,ce be_ ween the
claims, the spemﬁmtwn and the dmwmg S A

.118

(a) No ameudment shal‘l mtroduce neEw matter into
the disclosure 'of an application after the filing date of
the application (§ 1.53(b)). All amendments to the
specification,’ including the claims, and the dfawings
filed after the filing date of the apphcation must con-
form to at léast one of themas it was at the time of
the filing of the application. Matter not found in
either, involving a departure from or an addition to
the original disclosure, cannot be added to the appli-
cation after its filing date even though supported by
an oath or declaration in accordance with § 1.63 or
§ 1.67 filed after the filing date of the application.

() If it is determmed that ati amendment filed after
the ﬁ!mg date of the applxcauon introduces new
matter, clmms contammg new maﬁter wnl] be rejected
and deletion of the new matter in the. speciﬁcatmn
and dmwmgs will be reqmred even if the amendment
is accompanied by an oath or declaration in accord-
ance with § 1.63 or § 1.67.

(35 US.C. 6, Pub. L. 97-247)
{48 FR 2712, Jan, 20, 1983, effective date Feb. 27, 1983}

1.119 Amendment of claims,

The claims may be amended by canceling particular
claims, by presenting new claims, or by rewriting par-
ticular claims as indicated in §1.121. The require-
ments of § 1.111 must be complied with by pointing
out the specific distinctions believed to render the
claims patentable over the references in presenting ar-
guments in support of new claims and amendments.

[32 FRR 13583, Sept. 28, 1967)
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1.123... Mm@!mﬂm T
T (a)’ Em  irideiti

physically: entesed: by ithe applicant.: Adtendments’ to:
the applicaﬁom (excluding the: cleims) aré made by

g 8. paper (which should Gonfm'm to §1.52), di-
ting or requesting that & neadmerits be

made. The exact word or words 1o be stricken out or

mnerwdbymdameudmemmmtbe

precise point indicated where the deletton or msertxon ‘

is to be made.

“(b) Except as otherwnse provnded herem, a partlcuo‘

lar claim msy be amended only by dxrectxons to
cancel or by rewriting such claim. with v

the word or words deleted. The rewriting of a claim
in this form will be construed as directing the cancel-
lation of the original claim; however, the original

claim number followed by the parcnthcttca! word‘

“amended” must be used for the rewritteni claim. If a
previously rewritten claim is rewritten, underlining

and bracketing will be applied in reference to the pre-,

viously rewritten claim with the parerilietical espres-

gion: “twice smended,” - “zhmeumesameu&d” etc,

following the osiginal claim number.. .
(c)ApamuhrclammybeamemMmme

manner. indicated for the application in paragraph (a)

of this section to the extent of corrections in spelling,

punctuation, and typographical errors. Additional
amendments in this manner will be admitted provided-
s the changes sre limited to: (1) Deletions and/or (2).
the addition of no more than five words in any one.

clgim. Any amendment submitted with instructions to
amend pamcnlar claims but failing to conform to the
provisions of paragraphs (b) and (c) of this section
may be cousidered nouresponsive and trested. accord-

ingly.

(d) Where underlining or brackets are intended to
appesr in the printed patent or are propesly part of
the claimed material and not intended as symbolic of
chang% in the particvlar cleim, amendment by rewrit-
ing in accordance with paragraph (b) of this sectxon
shall be prohibited.

(e) In reissue applications, both the descriptive por-
tion and the claims are to be amended by either (1)
submitting & copy of a portion of the description or
an entire claim with all matter to be deleted from the
patent being placed between brackets and all matter
to be added to the patent being underlined, or (2) in-
dicating the exact word or words to be stricken out
or inserted gnd the precise point where the deletion
or insertion is to be made. Any word or words 10 be
inserted must be underlined. See § 1.173.

3] F’mpcwd amendments presented in patents in-
volved in reexamination proceedings must be present-
ed in the form of a full copy of the text of: (1) Bach
claim which is amended and (2) each paragraph of the
description which is amended. Matter deleted from
the patent shall be placed between brackets and
' matter added shall be underlined. Copies of the print-

ed claims from the patent may be vsed with any addi-

: ,mﬁeraum nf;
meOfﬁccﬁkofpapemandrmrdsmmtnotbc'

nderlining
below the word or words added and brackets. around

R--37
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. 5 ¥ “ if\'
reexamination must foﬂow the num
numbered patent claim. No amcndment v
the scope of the claims of the puteri 8 No new matter;
may be introduced into’ the patent ‘ '
(35 US.C. 6, Pub. L. 97-247) 11520 fi novinwinan s b
{32 FR 13583, Sept. 28, 1967; 46! FR 29183, May 29, 1961 pm. (e).
49 FR 555, Jan. 4, lm.eﬁecuvedmApr 1, 1984] N

ily s resented in'a paper
filed whnle the application-is opén to amendment are
entered and considered, subsequent -cancellation "of
cogrection :being . required -of - improper . amendments;
Untimely amendatory papers may be refused entry

and consideration in whole or in part. For amend-
“interft ence see § 1 664

[pasa. (b), 49 FR 48416, Dec: 12,: 1'934, effective date Feb. 11, 1985]

1.123 Amendments to the drawing.
No change in the drawing may be. made except by.

pemussxon ‘of the, Office. Permissible. changes, in the
construction’ shown an ,drawmg may be made
only by bonded ‘drafismen, at applicant’s exp'ense or
by the subtmss:on of substitute drawings by applicant.
A ‘sketch in petmanent ink showing ' proposed
changes, to become part of the record, must be filed

for approval by the examiner and should be a separate

paper.

(35U§C6PubL97-247) L

{48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983; 49 FR 555,
Jen. 4, 1984, effectlve date Apr 1, 1984]

1. 124 , Amendment o)f amendments.

. When an- amendatory - clause: is to be. amended, it
should be wholly rewritten-and the original insertion
canceled, so that no interlineations or deletions shall
appear in the clause as finally: presented. Matter can-
celed by amendment can be reinstated only by a sub-
sequent amendment pm«emmg the canceled matter as
a new insertion.

1125  Substitute speciﬂcation.

If the number or nature of the amendments shall
render it difficuit to consider the case, or to arrange
the papers for printing or copying, the examiner may
require the entire specification, including the claims,
or any part thereof, to be rewritten. A substitute spec-
ification may not be accepted unless it has been re-
quired by the examiner or unless it is clear to the ex-
aminer that acceptance of a substitute specification
would facilitate processing of the application. Any
substitute specification filed must be accompanied by

Rey. 1, Oct. 1988



[48 FR 2712. Jas. ﬁ). 1%3. eﬁ'ectxve date Fﬁb 27. 1903]
1126  Numbering of claims,

bered. When claims are edded, except when presented
in accordance with § 1.121(b), théy must be numbered

by, the applicant consecutively beginning with ‘the.
number pext following the highest numbered clanmw
previously prmted (whether entered or not) When;
the application is ready for allowance, the examiner, if
necessary, will renumber the claims comecutzvely in’
the order in which they appear or in such otder as’

may | have been requemd by apphcam.
32 FR lm& Sept. 25, 19671

PR

VVF oni thie refissal of the pﬁmary examiner to"admlt_f'
an amendmt, m whole or in’ part, a petmon will lne

to the Coinmissioner under § 1.181.
Amm;vm OVERCOMING Rmsmows

1.131 Am&vit or mmsﬁm of prior inven-
ﬁmtommmecﬂtedpatmtmwwmﬁm

(2) When' any claim of an. application or a patent'
under reexammum is rejected on refetence to a do~

mestic. patent which substantially shows or describes

but does not claim the rejected invention, or on refer-

ence to a foreign patent or to a printed pubhcauon,

and the inventor of the subject matter of the rejected.

claim, the owner of the patent under reexamination,
or the person qualified vnder §§1.42, 1.43 or 1.47,
shall make oath or declaration as to facts showing a
completion of the invention in this country before the
filing date of the application’ on which the domestic
patent issued, or before the date of the foreign patent,
or before the date of the printed: publication, then the
pamtorpubhmﬁoncmedﬂhallnmmthegmntofa
patent to the inventor or the confirmation of the pat-
entability of the claims of the pawm, unless the date
of such patent or printed publication is more than one
year prior to the date on which the inventor’s or
patent owner’s application was filed in this  country.,
(b) The showing of facts shall be such, in character
and weight, as to establish reduction o practice prior
to the effective-date of the reference, or conception of
the invention prior to the effective date of the refer-
enice coupled with due diligence from said date to 2
subsequent reduction to practice or to the filing of the
application. Original exhibits of drawings or records,
or photocopies thereof, must accompany and form
part of the affidavit or declaration or their absence
satisfactorily explained.
(35 U.S.C. 13 35 U.S.C. 6, Pub. L. 97-247)
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The originsl nnmbermg ofthccmmlmbepre-‘
served throughout the prosecution. When claims sre
canceled, . the remaining claims must ot be remum-
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Py

refi ence to
eign patent, or to’a prmted ‘publication, of to facts
within the personal knowledge of an employee of the
Ofﬁoe or when rejected upon m@de or capabimy of :

mihty, or frivolous or mjunous to ] ,pub lic' health or
morals, aﬂ" davxts or, declatations tmversmg these ref-
erences or objecuons may be recewed

(35USC. 6, Pub. L, 97-247), ... P
[48FR27I3 Jam, 20 1983 eﬂ?actlvedateFeb 27. 1983] o

(a) Interviewa vmh mminem aomemmg wpplm-'
tions and other matters pending before the Office:
mist be had in the examiners” roomsatmhmm,
withiir: office hours; as the: respective: examiiners may
dmgmze ‘Interviews will inot' ‘be’ permitted: at any
other time or place without the authority of the Com-
missioner. Interviews for the discussion of the patent-
ability of pending appiwatxons will' not be had before
the first official action thereon. Imervnews shmﬂd be
arranged for in advance: -

%) In’ every instance where reccmsndemuon is re-
quested in view of an-interview' with an examiner, a
complete ‘written statement of the reasons prmemed at
the interview as warrantmg favorable action must be
filed by the applicant. An interview does not remove
the uecesstty for response to Office actmns s specn
fied in §§ 1.111, 1. 135

Gs US. C. 132

TIME FOR RESPONSE BY APPLICANT; ABANDONMENT
OF APPLICATION

AUTHORITY: Secs: 1,135 to 1.138 also issued under 35 U.S.C. 133.

1134  Time period for respomse to an Office
setion.

An Office action will notify the apphcant of any
non-statutory or shortened statutory time period set
for response to an Office action. Unless the applicant
is notified in writing that response is required in less
than six months, 2 maximum period of six months is
allowed.

(35 US.C. 6; 15 U.S.C. 1113, 1123)

[47 FR 41276, Sept. 17, 1982, effective date Oct. 1, 1982)

1.138 Absndonment for failure (o respon
within time period.

() If an applicant of a patent application fails to re.
spond within the time period provided under §§ 1.134
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" Office action of (2) the »
|’ interference declared pursuant to § 1.611. The date on-

] ﬁm of thc cm my h ey o Rhg g iy v E L
s md any W rel-

(€ 0 sction ,thc applmnt is a boria ﬁde at:
tempttorespmdmdtoadvmcethecuetoﬁml
action, and is ,wbotanmlly a comp!ete response to the
Office "but_consideration of some maiter or
complignce wxﬂlsomz requirement has been inadvert-
ently omitted, opwrtumty to explain and supply the
omission may.be given before the. qmtmn of a‘ban-;

donment mcomidered ,
(35 USC. 6, Pub. L. 97-47; isusc, 11:3. 1123)

Mm. ®, @) & ), 47 FR. 41276, Sept. 17, 1982, eﬁ‘ecuve date,
d) ddeted, 49 FR 535, Jan. 4, 1984. eﬂ'ectweﬁ

Oct. 1, 1962;
dass Apr. 1, Ao
1136 Filing of
and’ fee fos

B85 a7 B mmy gt
pﬁcammymuduptaimmaﬁertheme:
period set if a petition for an extefsion’of: time and
the. fee set in §1.17 are filed prior to-or with'the re-:
sponse, unless (1) applicent is notified otherwise in an’
application is involved in an

which the response; the petition, and the fee have:
mm&mthedmﬁthempmmmmdaw
nining the period of extension
nding amount of the fee. The expira-
ﬁmofthetzmepenodwdetemnedby 'the amount
of the fee paid. In no case may an applicant réspond
laterthmtbcmammumumepemdsetbystamta, of
be granted an extension of time under paragraph ®)
of this section when the provisions of this paragraph
are availsble. See § 1.645 for extension of time it in-
terference’ pmceedm@ and § 1. SSO(c) for extemxon -of
time in feexamination proceedings.

(b When s response with petltmn amd fee for ex-
tension of time cannot be filed pursuant (o paragraph
() of this section, the time for response will be ex-
tended only for sufficent cause, and for a reasonable
time specified. Any request for such extension . must
be filed on or before the day on which action by the

licant is due, but in no case will the mere filing of
the request effect any extension. In no case can any
extension carry the date on which response to an
Office action is due beyond the maximum time period
set by statute or be granted when the provisions of
paragmph (@) of this section are available. See § 1.645
for extension of time in interference proceedings and
§ 1.550(c) for extension of time in reexamination pro-
\ ceedings.
(35 US.C. 6, Pub. L. 97-247)
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tmdelaywu nmavaidable. pr&oultorevivem
sbandonéd  application: must -be- promptly  filed. after
the : applicant s ' notified - of, . or -otherwise ‘becomes -
aware of, the abandonment, and must' be accompanied
by & showing of the causes of the delay, by the pro-
posed response unless it has been previously. filed, and
by the petition fee set.forth.in § 1.17(1). Such showing
must be a verified showmg:fmwebyapemnnot
registered to practice before the Patent: and Trade-
mark Office.

(®) An application unintentionally abandoned for

'failu,re. to prosecute; except pursuant to §1.53(d), may

be revived as a pending application if the delay was
unintentionsl, A petition to. revive an unintentionally
sbandoned ¢ pphcstxon must be filed within one year
of -thi# ‘ dats: Bh “Which the' application’ became sban-
doned ;or:be:filed within: three. months of the. date of
the. first. decigion -on-‘a petition to revive under para--
graph. (8): of :this. section: which was filed -within one:
year of .the date of abandonment of the application. A
petmon to sevive an;unintentionally -abandoned. appli-
cstion must be accompanied: by: (1) A statement that
the -sbandonment was .usnintentional; (2). A proposed
response unless it has. been: previously: filed, and (3) a
petition; fee as: set forth in. § 1.17(m). Such statement
must /be & verified statement if made by & persoa not
registered to practice before the Patent and Trede-
mark ‘Office. The Commissioner may reqmre addition-
al information where-there is.a question whether the
abandonment - was unintentional. The three month
period . sit forth,,,in‘this paragraph may be extended
under the provisions of § 1.136(a), but no further ex-
tensions under § 1.136(b) will be granted. Petitions to
the Commissioner under -§1.183 to waive any time pe-
ricds - for requesting revival of an unintentionally

* abandoned application will.not be considered, but will

be returned to the applicant. - ;

(c) Any petition pursuant to pamgraph (a) of this
section not. filed within six months of the date of
abandonment must be accompanied by & terminal dis-
claimer with fee under §1.321 dedicating  to the
public a terminal part of the term of any patent grant-
ed thereon equivalent to the period of abandonment
of the application.

(35 U.S.C. 6, Pub. L. 97-247; 15 US.C. ms 1123)
[OMB Control No. 0651-0011]

{47 FR 41277, Sept. 17, 1982, effective date Oct. 1, 1982; para. (b),
48 FR 2713, Jan. 20, 1983, effective date Feb. 27, 1983}

1,138  Express abandonment.

An application may be expressly abandomed by
filing in the Patent and Tredemark Office a written
declaration of abandonment signed by the applicant

Rev. 1, Oet, 1985



abm@omdbyﬁhng
ment mmwm“ GihEy or’ d.
registered ornmmmumthepm“

Mef§IMLmMMWMWy.
shandon & prior epplication es of the filing date grant-
ed to 8 continving application wiken filing such a:con-
bondonmment Oftk@ ﬂpph-i

tinuwing .epplication. Express ]
catmnmymsberemgnizedbymeomcemlmxtm

actually. received. by appropriate officisls in tune tq

act. thereon before the date of m
[OMB Contiol No: 0651-0011} :

[67 FR 47244, Oct. '25; 1982, effective date Feb 27, 1983 49 FR

48416, Dw. 12, 1984, mmre date Feb ll. 1985]
1.139° ved] o
{50 FR 9382, Mm’ 7, 1985, effective date May 8, 1935]

J’omm oz-' INVENTIONS e ONB APPLICAT]ION,

1341

able claim generic to ell the claimed: species and- all
the claims o species in’ excess of ome are written in
dependent form (§ 1. 75) ‘of othetwwe mclude all the
limitations of the generic claim. ~

(b) A group of claims of different categories -in an
application so linked as to form a sgingle inventive
concept are coansidered to be ome invention. In par-
ticular any of the following groupmgs of claims of
different categom may be mclnded m the same ap-
plication: -

) in addmm to a claim for & given pmduct,

@) A claim for one process specially adapted for the
manufacture of the said product, as where the process
of making as claimed cannot be used to make other
and materially different products; - ‘

@ii) A cleim for one use of the said product, as
where gaid use as claimed cannot be practiced with
another materially different produet; or

(iiiy Both (b)(1) (i) and (ii);

(2) In addition to a clagim for s given process, a
claim for one apparatus or means specifically designed
for carrying out of the said process, that is, it cannot
be used to practice another materially different proc-

ess,

(c) If the situation of paragraph (b)(1) of this sec-
tion exists where claims to all three categories, prod-
uct, process and use, are included, and the product
claims are not allowable, the use and process claims
are not so linked as to form a single general inventive
concept. Where the process and use claims are not so
joined by an allowable linking product claim, the ap-

Rev. n,om.ms

&cs.fl'ul zo 1, l4‘7u!aomedMer35 Usc. 121 "

... Different m'wnﬂm fm ome applﬁwt! o
(8)Two: or more independent end"distinct inven--
tions; thét s, inventions which donot form: & single:
general inventive concept; may oot be claimed in‘'one:
applmaman, ‘except that more thes one species of an
inventioén, not to exceed & reasonable number, may be:
specifically clsimed in different claims. in one applice--
tion, provided the application also includes an ‘allow-:

tions are chmed ina mgle appucaﬁbb‘ e’ examiner
in his action shall require the applicant in his response
to that action to elect that’ invention ‘wlnch his
claim mﬂ,be restricted, this

er, it may be made at any 'tnme
the case at the discretion of the e

ed, if niot canceled, are. nevertheleas w:tbdmwn from
farther consideration by the examiner by the election,-
subject however to reinstatement in the event the re-,

- I the applwant dmmu with the:reguirement for
remwnon ‘he:may request reconsiderstion: and with--
drawal -or-modification of the: requirement, giving the:
reasons therefor. (See § 1.111.) In requesting reconsid-
eration the applicant must: indicate a: provisional élec-.
tion of one invention for prosecution, which: invention
shail be the one elected in:the event the requiremént;
becomes final The: reguirement. for restriction will be
reconsidered on such: & fequest. If the requirement is.
repeated and made final the exdminer will at the same
time act on the claims to the invention elected.

l.i%m Petition - f’mm requirement for restric-

mt, in addmon 1o, makmg any r&ponse due on the
remamdcr of the action, may petition the ‘Commis-
sioper to review . the. requu’ement Petition may be de-
ferred until after final action on .or allowance of
claims to the invention elected, but. must. be filed not
later than appeal. A. pemnon will not be considered if
reconsideration of the reqmrement was not requested.
(See § 1.181.) ‘

1.145  Subseguent pmenmiem @f elaims for
different invention. :

If, afier an ofﬁce action on an application, the ap-
plicant presents claims directed to an invention dis-
tinct from and independent of the invention previous-
ly claimed, the apphcant will be required to restrict
the claims to the invention previously claimed if the
amendment is entered, subject to reconsideration and
review as provided in §§ 1.143 and 1.144.

1.146 Election of gpecies.

In the first action on an application containing a ge-
neric claim and claims restricted separately to each of ¥
more than one species embraced thereby, the examin-
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ermyreqmretheapphcantmhmr&pmsetothﬂt
“gotion to-elett thnt-species of bis or her invVertio
4mhmwmmmmmwmmm
claim:is: held allowable. Howevet, if such’ app
contains claims directed to more than s ‘redsonable
number of ‘species, the examiner may require sestric-
tion - of - the “claims ' to- not - more than ‘a  reasoasble
number of species before taking further action in the

case.
(Pub, L. 94-131, 89 Stat. 685)
43 FR 20%5 my 11, 19731 )

' : Dssmn PAmms

i 151 Rulw spplfcsb!e.

: Thc ruleo tclatmg to apphcm for patents for
.oihex mvgq@ons or discoveries are also applicable to
wise pmwded

(35 0.8.C. I71)

1182 meing.,

The demm miust be repms«enwd by 2. drawmg made
mcmfoﬂmtywaththemleslmddawnfmdxamm
of mechanical inventions and must contain a sufficient
uumm of - views to consfifute a complete disclosure

ance of the article. Appropriate surface
shmdmgmmtb&mdtoah@wdmchamcmmorm
tour of the surfaces represented. .

(35 U.8C. 113, 17)

(a) 'me mIe of the design must designate the pas-
ticular article. Wo description, other than a reference

to the drawing, is ordinarily req i. The claim shall
be in formal terms to the ormamental design for the
article (specifving name) as shmm, or gs shown and
dmmbm M@fe than one clum is neither reguired

éb) 'E‘he a@th or declaration required of the sppli-
cant must comply with § 1.63.
(35 U.SC. 6, Pub. L. 97-247)
(24 FR 10332, Dec. 22, 1959; 20 FR 18503, Dec. 29, 1964; para. (b),
48 FR 2712, Jau. 20, 1983, effective date Feb. 27, wss}
The faﬂawmg m'der of armng@mem sﬁwuﬁd be ob-

served in framing design specifi Tcations:
(a) Preamble, stating name of the spplicant and title

of the figure or figures of the draw-

s us {71; 35 US.C. 6, Pab. L. 57-26T)
(26 PR 10332, Dec. 23, 1999, pasn. (e, 48 FR 2713, Jan. 20, 1983,
effecive da b, 77, 1963

1.155 ls »
(a) If, on examination, it sﬁm ippes mat the appli-
¢ is entitled to & design patent under the law, &
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motice of allowmce wzll be sent to the applmm. or
spplicant’s sttornéy ot dgent, “tdiling for the payment
of the issue fee (§ 1.18(b))i 20 ¢his: ingud: e is ndé€ paid

fwnhm:!monthsot'thadmeot;thenotweofmow

hace, m ‘?PWW M w mwm 89 B BenOoned.
* () The Commissionier may eccept the payment of

tlae issue fee later t!mn three months after the mailing

of the notice of allowance as though no abandcomment
had ever occusred if upon, petition; the delay in pay-
ment is shown to have been unavoidable. The petition
to accept the delayed payment must be promptly. filed
after the apmmmxsmmﬁedof ‘of otherwise becomes
aware of, the sbandonment, and must be accompanied
by (1) the im fee, unléss it has been previously sub-
mitted,’ (2) ‘the’ fee ‘for deélayed payment & L.17(1)),
and (3) a showmg that the ‘delay was- unavoxdable
Such showing must be a verified showmg if’ made by
a person not registered to practnce before the Patem
and Trademark Office.

(¢) The Commissioner may, upon pemmn, wcept
the payment of the issue fee later than three months
after the mailing of the notxce ‘of allowance as though
no abandonment had ever’ occutred if the ‘delay, in

‘payment was, ummcumnal The’ petntnon to mccept ‘the

delayed payment miust be filed thhm onie year of the
date on which the apphcanon became almndoned or
be filed within three months of the dam of uha first
decision on & petition under paragraph (b) of this sec-
tion which was filed within one year of the date of
asbandonment of the application. The . petition to
sccept the delayed payment must be accompanied by
(1) the issue fee, unless it has been previously submit-
ted, (2) the fee for unintentionally delayed payment
(§ 1.17(m)), and (3) a statement that the delay was un-
intentional. Such statement must be a verified state-
ment if made by a person not registered to practice
before the Patent and Trademark Office. The Com-
missioner may require additional information where
there is a question whether the abandonment was un-
intentional. The three-month period from the: date of
the first decision referred to in this pardgraph may be
extended under the provisions of § 1.136(a), but no
further extensions uader § 1.136(b) will be granted.
Petitions to the Comsmissioner vnder § 1.183 to waive
any time periods for requesting revival of an uninten-
tionally abandoned application will not be considered,
but will be returmed to the applicant.

(@) Any petition pursvant to paragraph (b) of this
gection not filed within six months of the date of
abandonment must be accompanied by a terminal dis-
claimer with fee under §1.321 dedicating to the public
a terminel part of the term of any patent granted
thereon equivalent to the period of abandonment of
the application.

(35 USLC. 6, 15 V.G.C. 1113, 1123)
{47 FR 41277, Sepn. 17, 1982, effective date Get. 1, 1962)
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' Theapplicmt foraplantwentmmtbetheperwn
who- has invented or discovered end ssexuvally repro-
duced the new and distinct variety of plant for which
- & patent is sought (or as provided in §§ 1.42, 1.43, and
1.47). The ocath or declaration regumired of the. appli-
cant, in addition to the sverments required by § 1.63,
must state that he or she has asexually reproduced the
plant. Where the plant is a newly found plant the oath
or declaration must also state thst n was found in a
cultivated area. . e :
(35 US.C. 6, Pub. L. 97-247)
[OMB Coatrol No. 0651-0011)
{48 FR 2713, Jm. 20, 1953. effective dme Feb 27 1983] o

f,l 163 ication .
_ (a) The apecnﬁcmmn must cemtam as full an
‘plete & disclosure as pasmblc of the plant a
characteristics thereof that’ dmtmg!mh qame over
related known varieties, and its anmdems, and must
particularly ‘point out where and in what manner the
‘variety of plant lias been asexually reproduced. In the
case- of & newly found plant, the specification must
particularly point out the location and character of
the ares where the plant was discovered. -

- (b) Two copies of the specification (mcludmg the
claim) must be submitted, but only one signed oath or
declaration is required. The second copy of the speci-
fication may be a legible carbon copy of the original.
(35 US.C. 112, 162; 35 U.S.C. 6, Pub. L. 97-24T)

{24 FR 10332, Dec. 22, 1959, para. (b), 48 FR 2713, Jan. 20, 1983,
effective date Feb. 27, 1983]

1.164  Claim.

The claim shall be in formal terms to the new and
distinct variety of the specified plant as described and
illustzated, and may also recite the principal distin-
guishing characteristics. More than one claim is not
permitted.

(35 U.S.C. 162)
1.165 Drawings.

(a) Plant patent drawings are not mechanical draw-
ings and should be artisticelly and competently exe-
cuted. Figure numbers and reference characters need
not be employed unless required by the examiner. The
drawing must disclose all the distinctive characteris-
tics of the plant capable of visual representation.

. (b) The drawing may be in color and when color is
s distinguishing characteristic of wie new variety, the
drawing must be in color. Two copies of color draw-
ings must be submitted. Color drawings may be made
either in permanent water color or oil, or in lieu
thereof may be photographs made by color photogra-
phy or properly colored on sensitized paper. Perma-

figv. 1, Oet, 1985

ture; for study arid’ repo

MANUAL OF PATBNT EXAMINING PROCBDURE

3(\§

mtly mounwd co&m‘ phowatapm m wcepubk
‘The paper in eny case must corzespond in size, weight

‘and quality: to tke popcr requmad fo: otam dmwiw
SW’IM ER [ )\ NN it S
- (38:U.8.C./ 113, 161; 35 usc. 6 1S USC. ms, ms)

*[26 FR 10332, Dec. 22, 1999, pm (b) 41FR m'n, Sept. 17 nm.
_ efffective date Oat. 1, 1962] :

1.166 Specimens.

The applicant may be required to fumish spec;mens
of the plant, or its flower or fruit, in a quantity and at
a time in its stage of growith as-may be designated, for
study and inspection. Such, specimens, properly
packed, must be forwarded in ‘conformity with in-
structions’ furnished to thé applicant. When'it is not
possible to’ forward' such specimens, plants must be
made available for official inspection where grown

(35 U.S.C. 114, 161)

1.167 Ezamination,

. (8) Applications may be subnmted by the Patent
and Trademark Office o the Departmcnt of Agncul-

“(b) ‘Affidavits or declaratmns from qualified agricul-

“tural ‘or horticiltural experts regarding the ‘novelty
‘and distinctivenéss of the ‘variety of plant may be re-
‘ceived when the need of such afﬁdavnts or deciam—

tions is indicated.
(35 U.S.C. 161, 164; E.O. 5464, Oct. 17, 1930)

-[24 FR 10332, Dec. 22, 1959; 34 FR: 18857, Nov. 26. 1969] ‘

REISSUES
AUTHORITY: Secs £.171 to 1.179 aiao usued under 35 USC 251.
1.171 Applicaﬁan for reissue.

An application for reissue must contain the same
parts required for am application for am original
patent, complying with all the rules relating thereto
except as otherwise provided, and in addition, must
comply with the requirements of the rules relating to
reissue applications. The application must be accom-
panied by a certified copy of an abstract of title or an
order for a title report accompanied by the fee set
forth in § 1.19(b)(2), to be placed in the file, and by an
offer to surrender the original patent (§ 1.178).

(35 US.C. 6; 15 US.C. 1113, 1123)
[OMB Control No. 0651-0011]
[47 FR 41278, Sept. 17, 1982, effective date Gct. 1, 1982]

1.172 Applicants, assignees,

(8) A reissue cath must be signed and sworn to or
declaration made by the inventor or inventors except
as otherwise provided (see §§ 1.42, 1.43, 1.47), and
must be accompanied by the written assent of all as-
signees, if any, owning an undivided interest in the
patent, but a reissue oath may be made and sworn to
or declaration made by the assignee of the entire in-
terest if the application does not seek to enlarge the
scope of the claims of the original patent.

(b) A reissue will be granted to the original patent
ee, his legal representatives or assigns as the interest

may appear.
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(35 US.C. 6, Pub. L. 97-247)
[OMB Coutrol Mo. 0651-0011]:

134 FR. 10337, Dec. 2 1959, parn. 00,48
@ eeﬂ’ve !

" iy g
sjEet Wt el IO

2713, dan, 20, 1983,

FOR SRR

, of thie’ reissue’ apﬂndmtm *mmt in-
: e spe ‘mdclnimeofmepatem,
“with the: mmweo be ‘omitted by’ refidie Enélosed in
lqmmhwekm; mddmyﬁdim ‘foade: by the re-
issve  be underlined, so 'thut the old-and thie new
specifications md claims  may be readily compered.
Claims should not be renumbered and.the numbering
of claims sdded by reissue should follow, the number
‘of ¢hié Highest numbered pat 6-] new. matter
shall be introduced mto ﬂie 'speclﬁcatlon

1 174 aniw‘ N

(a) The dmwmgs upon whlch L_the ongmal Ment
“was issued iay be used in_ reissue apphcatnons if. no
changes whatsoever are to be made in the drawmgs
‘In such' cises; when the reissue apphcatnon is filed, the
-applicant: most ;submit: &-terfiporaty: dgawing wihiich

may consist of a copy of the printed. dmwmymf the

photoprint of the: ongmal wings of the
iginal draw e

[24 FR 10332, Dec. .22, 1959‘ para. (a), 48 FR 2713 Jm 20 1983
 effective date Feb. 27, 1983] L

175.... Reissue mﬁh m' declaraﬁon.

(@) Apphmts for reissue, in addition to complying
with the ‘requirements of § 1.63, must also file with
their. applications a statement under oath or declara-
tion as follows: -

(1) When the apphcant venly beheves the onguml
patent to be wholly or partly moperatnve or mvahd
statmg guch belief and the reasons why. P

(2) When it is claimed that such patent is so.inoper-

ative or invalid “by reason of a defective specification
or drawing,” particularly specifying such defects.:
- (3) When it is claimed that such patent is inoper-
ative or invalid “by reason of the patentee claiming
more or less than he had the right to claim in the
patent,” distinctly specifying the excess or insufficien-
¢y in the clagims.

(4) [Reserved]

(5) Particularly specifying the errors relied upon,
and how they arose or occurred.

(6) Stating that said errors arose “without any de-
ceptive intention” on the part of the applicant.

)] Ackmwledgmg a duty to disclose information
applicant is aware of which is material to the exami-
nation of the application.

(b) Corroborating affidavits or declarations of
others may be filed and the examiner mey, in any
case, require additional information or affidavits or
 declarations concerning the application for reissue and
| its object.

(35 US.C. 6, Pub. L. 97-247)

1
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phcahon, is-stibjéct. 10 reexaminatlon,

1178

1499,

FOTE O T A [\”

[OMB Control No. 0651-0011] .

{24 FR 10332, Dec. 22, '1956; 29 FR 18503, Dec. 29 nm 34 FR
18857, Nov. 26;: 1968; parm(s), 47:FR-21752, Hsy 119, 1983, éfféc-
i 1!93 1982; pars. (s), 48 FR 2713, Jan. 20, 1983, efremwe

ginal claim; if re-prewemed in"‘the reiggue ap-.
and the entire
apphcatnon ‘will ‘b eximined in- ‘thie ‘s ‘satiie manner as
origingl “applications, ‘subject ' to ' the -rules  relsting
thereto, ‘eéxcepting that division will not be fequired.
Apphcatmns for reissue will be acted ofi by the exam-
iner in advance of other' applxcatlom, but not sooner
‘thai’ two months ‘after ‘announcement of the- filing of
the reussue applncatlon has appeared in the Oﬁicml Ga-

! : pp! :

‘ferred to the Commissioner. Unless othemnse T
by the Commissioner upon petition and'payment of
‘the fee set forth in '8 1. 17(), all the divisions of a re-
issue wxll issue sxmultaneously, if' there be any . contro-
'versy as to one division, the others will be withheld
from issue until the controversy is ended unless “the
‘Commissioner shall otherwise order o

(35US.C. 6 15 USs.C. 1113 1123) .
47 FR 41278, Sept. 17, 1982, eﬁ'ectwe date Oct. l. 1982]

. Original patent.

The apphcatnon for a reissue must be accompamed
by. an offer to surrender the original patent. The ap-
plication should also be accompamed by the original
patent, or if the original is lost or inaccessible, by an
affidavit.or declaration to that effect. The application
may be accepted for examination in the absence of the
original patent or the affidavit or declaration, but one
or the other must be supplied before the case is al-
lowed. If a reissue be refused, the original patent will
be returned to applicant upon his request.

[OMB Control No. 0651-0011)
{24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969}

1.279 Notice of relssue application.

When an application for a reissue is filed, there will
be placed in the file of the ongmal patent a notice
stating that an application for reissue has been filed.
When the reissue is granted or the reissue application
is otherwise terminated, the fact will be added to the
notice in the file of the original patent '
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(a)PeumnmaybemkentomeComnnmner (l)
From any action or requwemeat of any examiner in
the ex perte prosecution of an‘application which'is'nbt
subject. to appeal to the Boerd of Patent Appeals and
Interferences or to.the court; (2). in- cases in.which a
statute or the rules specify that the matter is to be de-
termined directly by or. reviewed by the Commission-
€r; and (3) to invoke the supervmry suthority of the
 in appropriate cucnmsunces For peu
,hommmwrfetences,mﬁlm S
. (b): Any. such petition must contain a statement of
the facts: involved and the point or points. to. be re-
viewed and the action requested. Briefs or memoran-
da, if any, in support thereof should accompany or be
embodied in the petition; and where facts are to be
proven, the proof in the form of affidavité or déclara-
tmns (and exhibzts, lf any) must‘accompany the. peta-

ec . upo :
;averred: m thc peﬁtmn, supplymg a copy thereof to
the petmow ,

(d) Where a fee is reqmred for a petltlon o the
Commiissioner the appropriate section of this. part wﬂl
so indicate. If : any reqmred fee does not accompany
the petition, the petition will be dismissed.

(e) Oral hearing will not be granted except when
considered necessary by the Commissioner.

o Except as otherwise provided in these rules, any
such petition not filed within 2 months from the
action complained of, may be dismissed as untimely.
The mere filing of a petition will not stay the period
for réply to an Examiner’s action which may be run-
ning against &n apphcatlon, nor act as a stay of other
proceedings.

(g) The Commissioner may dclegaw to appropriate
Patent and Trademark Office officials the determina-
tion of petmom

(35 US.C. 6; 1S US.C. 1113, 1123)
[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; paras.
(@) & (g), 67 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982;
pars. (a), 49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

1.182 Questions not specifically provided for.

All cases not specifically provided for in the regula-
tions of this part will be decided in accordance with
the merits of each case by or under the authority of
the Commissioner, and such decision will be commu-
nicated to the interested parties in writing. Any peti-
tion seeking a decision under this section must be ac-
companied by the petition fee set forth in § 1.17(h).

(35 US.C. 6 15 U.S.C. 1113, 1123)
[47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982]
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. PETITIONS AND AcTioN BY ‘m‘CoumssmNm o

‘or -waived: by: the. Conamissi

govem the granting of new trisls. *

; ‘*‘?f('é) Evéry ’ﬁbplié&iii’fdt p
_patent, or every owner of a
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1.163 Suspemiw ofmlem el Y

'In am extraordinary situstion; when justicc reqmrw.
any requirement of the regulatnons in this part which
is not a requirement of the smm* thay be suspenidéd
. ioner or,the: Commisgion-
er's. designee, sua spoate, of On petition. of the inter-

‘ested party, subject 10 such other requemems a8 may

be imposed. Any. petition under this section must be
sccompenied by the petition: fee set forth im . § l l7(h)

(35 US.C. 6 18 USLC. 1113, 1123)

4T FR 4|278 Sept 17, 1982. eﬂ'echve date Ot:t i 1982]

1.184 Recamidemuon .of cases decided by
former Cﬂommissioners ,

Cases which have been decnded by one Commns
sioner will not be reconsldeted by his successor
except " in” accorqance “with' the prmcxplm whxch

 AUTHORITY: Secs. 1,191 t0,1.198 also ssued ‘undct 35 USC 134

1.19 . Appeal to Euard 0f Patent.-Apm!s md

erences.:

reissue "of a
reexamma
been thce re-

jected ‘or “whio ‘Has' been gzven a final rejection

(§ 1.113), may, upon the payment of the fee ‘set forth
in § 1.17(e), appeal from the decision of the examiiier
to the Board of Patént Appeals and Interferences
within the time allowed for response.

(b) The appeal in: an application: must’ identify the {
rejected. claim- or claims appealed, and must be signed
by. the. app]xcant or duly suthorized attorney or agent.
An appezl in a reexamination proceeding must identi-
fy the rejected claim or claims appealed, and must be
signed by the patent owner or duly authorized attor-
ney or agent.

(c) An appeal when taken must be taken from the

rejection of all claims under rejection which the ap-
plicant or patent owner proposes to contest. Questions
relating to matters not affecting the merits of the in-
vention may be required to be settled before an
appeal can be considered.

(@) The time periods set forth in §§ 1.191 through
1.194, 1.196 and 1.197 are subject to the provisions of
§ 1.136 for patent applications or § 1.550{c) for reex-
amination proceedings.

(35 U.S.C. 6, Pub. L. 97-247; 1S U.S.C. 1113, 1123)
[OMB Control No. 0651-0011]

46 FR 29183, May 29, 1981; para. (a), 47 FR 41278, Sept. 17, 1982,
effective date Oct. 1, 1982; para. (d), 49 FR 555, Jan. 4, 1984, effec-
tive date Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984, effective date
Feb. 11, 1985}

1192  Appellant’s brief,

(a) The appellant shall, within 2 months from the
date of the notice of appeal under § 1.191 in an apph-
cation, reissue application, or patent under reexamina-
tion, or within the time allowed for response to th¢
action appealed from, if such time is later, file a brief
in triplicate. The brief must be accompanied by the
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tequisite fee set.forth.in. § 1:17(f): and: must set forth
the authorities and srguments on which the sppellant
wﬂlrelymmntsmtheappeal.mbmfmm-

xplanat ofthe/invmmoa which

(b) On fuilure to file the brief, accompanwdbythe
requwﬁefec.wnthmtheumcallowed,ﬂwappeﬂsmﬂ
stmddmmed
(35 US.C. §, Pub. L. 97-247; nsusc 1113, 1123)

[36 Fit 3850, Mas. 30, 1971; para. (s), 47 FR 41278, Sept. 17, 1982,
efffective date Oet. 1, 1982; m(u).49FR555.!m4 1984, effec-
tive date Apr. 1, 1984]

1193  Examiner’s angwer.

(a) The primary examiner may, within such time as
may be directed by the ‘Commissioner, furnish a writ-
ten ststement in answer to the appcllant’s brief includ-
ing such explanation of the invention claimed and of
the references and grounds of rejection as may be
RECEssary, mpplymg a copy to the appellant If the
primary examiner shall find ‘that thes appesl is not reg-
ular in form or does mot relate . to an: appealsble
wtmhemhaﬁwmtemdammmfmmmhm
%mmmy be mkcn to the .‘ mmissioner a8 pxowded in

1.181. .. ’

(b) The appe sat may ﬁlc 8. n'ep!y !mcf du'ected
onlywwchmwpmmsofargummmybermed
in the examiner’s answer, within one month from the
dute of such amswer. However, if the examiner’s
answer states s mnew ground of rejection appellant
may file a reply thereto within two months from the
date of such answer; such reply may include any
amendment or material appmpmte to the new
ground.

(c) Any decision pmmt to §1. 56(d) rejecting
claims in an application already under appeal of a re-
jection based on other grounds shall constitute a sup-
plemental examiner’s answer. introducing a. mew
ground of rejection and removing the suspension of
the appeal introduced pursuant to § 1.56(e), in which
case appellant may file a reply thereto within two
months from the date of the supplemental examiner’s
answer. Such reply will be considered and responded
to as mecessary. Appellant may file a reply brief di-
rected to any such response within one month of the
date of the response or within such other time as may
be set in the response.

[24 FR 10332, Dec. 22, 1959; 34 FR 18858, Nov. 26, 196%; pera. (c),
47 PR 21752, May 19, 1982, edded effective July 1, 1982; para. (b),
50 KR 9383, Mas. 7, 1985, effective date May 8, !9@5]

1.194 Oral hearing.

(a) An oral hearmg should be requested only in
those circumstances in which the appellant considers
such a hearing necessary or desirable for a proper
presentation of his appeal. An appeal decided without
an oral hearing will receive the same consideration by
the Board of Patent Appeals and Interferences as ap-
peals decided after oral hearing.

(b) If appellant desires an oral hearing, appellant
must file a written request for such hesdring accompa-
nied by the fee set forth in § 1.17(g) within one month
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Li96 ;

after the date 'of the. mmummmswer,ﬂ ;pwlhat
wqmanomhmm&mdwbmmehmmhmm
set forth in § 1.17(g), an oral arsument may be pre-
sented -by, or-on. behalf .of, the: primary: exeminer if
considered ,deumb!e by eather the primry eummm'
or the Boud e

ey lfnareqneuand feeforoml mmm
umelyﬁledbytheappellam,meappedmﬂb&w
signed for consideration and’ decigion. If the appellant
has requested an oral hearing and has submitted the
fee set forth in § 1.17(g), a day of hearing will be set,
and due’notice-thereof given to the appellant and ¢
the primary examiner. Hearing will be held es stated
in the notice, and ofal argument will be limited to
twenty minutes for: the appellant and fifteen minutes
for the primary exsminer unless otherwwe mdcred
before the heanng begms Co

(35 U.S.C. 6 15 US.Co 1113, 1123) el
[42 FR 5595, Jan. 28, 1977; paras. (6) & (), 47 FR 41278, Sep. 17,

1982, effective date' Oct.’ 1, 1982; para. (v), 49-FR 48416, Dec. nz

1984, eﬂ'ecuve da!c F& ll 1985)

1.195 . v ’, or declnraﬁons after WJ.

Afﬁdavxts, declumimm, or; exhlbm sui:mmed aﬁet
themehasbemappmledwnumtbeadmuwdmth-
out & showing of good and sufficient: mms why
they were not earlier- pmnted ARy L

[34 FR 18858, Nov. 26, 1969]

l.l% Decim by the Board of Patem Ap-
mlsmdlmea’femm N

(e) The Board of Patent Appeals and Interferences,
in its decision, may affirm or reverse the decision of
the examiner in whole or in part on the grounds and
on the claims specified by the examiner. The affirm-
ance of the rejection of a claim on any of the grounds
specified constitutes a- general affirmance of the deci-
sion of the examiner on that clmm, except as to any
ground specifically reversed.

(b) Should the Board of Patent Appeals and Inter-
ferences have knowledge of any grounds not involved
in the appeal for re_;ectmg any appealed claim, it may
include in the decision a statement to that effect with
its reasons for so holding, which statement shall con-
stitute a new rejection of the claims. When the Board
of Patent Appeals and Interferences make a new re-
jection of an appealed claim, the appellant may exer-
cise any one of the following three options:

(1) The appellant may submit an appropriate
amendment of the claims s0 rejected or a showing of
facts, or both, and have the matter reconsidered by
the examiner in which event the application will be
remanded to the examiner and the decision of the
Board of Patent Appeals and Interferences shall not
be considered final for the purpose of judicial review.
The statement shall be binding upon the examiner
unless an amendment or showing of facts not previ-
ously of record be made which, in the opinion of the
examiner, overcomes the new ground for rejection
stated in the decision. When appropriate, upon con-
clusion of proceedings on remand before the examin-
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| ef,utm”Boﬁrdwgﬁ Patént: ﬁzppuh ‘snd nnterfmm
o e - order othar

(z)‘m appdhm may have~tlne case" reconstdered
underﬁ! 197(b) by the Board :of Pitent Appeals and
Interferences upcm the same record. Where ' request

for :such feconsidération ié mide the Boerd of Patent
Appedls ‘and Inmferenceuhnll :if mecessary, render a
new' decisioa 'which: shall: mclude all grounds upon
which a patent is refused. .

-(3) The. appellant may trent the decmon, mcludmg
the new grounds for rejection given by the Board of
Patent Appesis and Imerfermoes, as a final decision
in the case. -

{c) Should the. dccmon of tbe Bom'd of Patcnt Ap—
peals and Interferences include an explicit statement
that a claim may be allowed in amended form, appel-
lant shall have the right to amend in conformity, with
such statement which shall be bmdmg on the examin-
er in the absence of new tefercnm or grounds of re-
jection.

(d) Although the Board of Patent Appeals and
Interférences’ nofmally will ‘confine its ‘decision’ to ‘a
review. of rejections: made: by:the. examiner; should it
have knowledge of any  groutids:for rejecting-any als
lowed claim: it. may:include in-its decision: & recom-
mended rejectwn of the:claim and-remend the case o
the examiner. In such event, the Board shall set a
period, not less than one month ‘within which the ap-
pellant may sobmit to' the' exdminer ‘an’ appropnate
amendment, & showing of facts or" mons, or‘both, in
order to avoid the grounds set forth in the recommen-
dation, of the Board. of Patent Appeals and Interfer-
ences. The examiner shall be.bound by the recommen-
dation and: shall enter and maintain the recommended
rejection unless an amendment or showing of facts
not previously. of record is filed which, in the opinion
of the examiner, overcomes the recommended. rejec-
tion. Should the examiner make the recommended re-
jection final the applicant may again appeal .to the
Board of Patent Appeals and Interferences. Whenever
a decision of the Board of Patent Appeals and Inter-
ferences includes. a remand, that decision shall not be
considered. a final decision. When appropriate, upon
conclusion of proceedings on remand before the ex-
aminer, the Board of Patent Appeals and Interfer-
ences may enter an order otherwise makmg its deci-
sion final.

[24 FR 10332, Dec. 12, 1959; 49 FR 29183, May 29, 1981; 49 FR
48416, Dec. 12, 1984, effective date Feb. 12, 1935]

1.197 Action following decision.

(a) After decision by the Board of Patent Appeals
and Interferences, the case shall be returned to the ex-
aminer, subject to the appellant’s right of appeal or
other review, for such further action by the appellant
or by the examiner, as the condition of the case may
require, to carry into effect the decision.

(b) A single request for reconsideration or modifica-
tion of the decision may be made if filed within one
month from the date of the original decision, unless
that decision is so modified as to become, in effect, a

Fev, 1, Oct. 1985
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m"
(c) Prooeedlm are conmdered by thc
peal 'or the failute to timely file an
sppeal to the court' or' g civil ‘action’ (ﬁlmyexcept
(1) Where claims stand aliowed 'in’ an’
) where the ‘nefure af the decimon fequires’ further
action by the examiner. In such cases; ‘the date. of ter-
mination of proceedings is the date on which the
appeal is dismissed or the didte on which the time for
appeal to the court or review by civil action (§ 1.304)
expires. If an appeal to the court or a civil action has
been filed, proceedings are sxxmlarly consuiered tenm-
nated when the appeml or ¢ivil action is termmated
(3susc 6 Pub, L. 97-247; ls US.C. 113, 1123) ‘

[46 FR 29184, May, 29, 1981; para. (a), 47 FR 41275, Sept. 17, 1982,
effective date Oct. 1, 1982; 49 FR 556, Jan. 4, 1934, effective date
Apr. 1, 1984; paras. (a)&(b), 49FR484!6 Dec 12 1984 eﬂ'ecnve
date Feb. 11,1985} :

1,m Reopemms aﬁedecwion e
~‘Cases’ wh:ch ‘have: been decided by the Bom-d of

n exiimirier. - except
under the provisions of .§ 1.196 without the written ¢
suthority of the C ""Qner, ‘and’ then ‘only for the
cmmderatlon of matters ot‘already adjudlcated suf‘ﬁ-

cxent cause bemg shown '

[49Fk48416,l)ec 12, 1984 eﬂ'ecuve date Feb 11, 1935]
: INTERFERENCES DEFINITION, PREPARAT]ION,
e DECLARATION -
i.ml;i;zlz [Removed]
{49 FR 48416, Dec 12, 1984, effective date Feb. 11, 1985]
_ INTERFERENCES Pmar.mxmxv STATEMENT

1.215-1.228 [Removed]
[49 FR 48416, Dec. 12, 1984, efffective date Feb. 11, 1985]
INTERFERENCES MoTioN PERIOD, DISSOLUTION,
REFORMAT!ON '
1.231-1.238 [Removed]
[49FR484]6 Dec. 12, 1984, effective date Feb. 11, 1985]
INTERFERENCES: MISCELLANEOUS PROVISIONS

1.242-1.247  [Removed)
[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]
MISCELLANEOUS PROVISIONS

1.248 Service of papers; manner of service;
proof of service in cases other than interfer-
Ences.

{a) Service of papers must be on the atiorney or
agent of the party if there be such or on the party if
there is no attorney or agent, and may be made in any
of the following ways: l
(1) By delivering a copy of the paper to the person
served; ¥
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o Engliah lmme translation of ‘all thie neémy

(Z)Bwhamsnwpymmemudp!mofbum
the person servad wnh mone in hhemploy

: (B)Whenthepermservedhmnouwdpheeof
' 'bmmbykamgncopyathepmsmm
«wnmmcpemofsmublemmdmxmmwho

resides. M

(4) Tranemission b ﬁrst class mml wm service is
bymmlﬂsedatecfmuhngwullbemmmednthe
date of service; :

5) Whenever it shall be sausfactonly showa to the
Commissioner that none of the above modes of ob-
taining or serving the paper is practicable, service
may be by notice published in the Official Gazette.

{b) Papess filed in the Patent and Trademark Office
which are required to be served shall contain proof of
service. Proof of service may appeesr on or be affized
to papers filed. Proof of service shall include the date
and manner of service. In the case of personal service,
proof of service shall also . include the name of any
person served, certified by the person who made serv-
ice.. Proof of service;;may_ be. made by:. (1) An ac-
knowledgement of service by-:.or. on. behalf of  the
person gerved or (2) a statement signed: by - the: attor-
ney OF agent containing the. ‘information: required -by
this section.

© See § 1. 646 for servxce ot' papers in mterfer-
ences.

[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985)

INTERFERENCES: Tmu. ‘

. 1.2591-1%.2]5'9 [Removed]
{49 FR 48416, Dec. 12, 1984, eﬂ'ectivc" date Feb. 11, 1985}

INTERFERENCES: TERMINATION

1.261-1.268 [Removed])
(49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985)

1.271-1.288 [Removed]
[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985}

PROTESTS AND PUBLIC USE PROCEEDINGS

1.261 Protests by the public against pending
applications.

(8) Protests by a member of the public against
pending applications will be referred to the examiner
having charge of the subject matter involved. A pro-
test specﬁfically identifying the appucatwn to which
the protest is directed will be entered in the applica-
tion file if (1) the protest is timely submitted; and (2)
the protest is either served upon the applicant in ac-
cordance with § 1.248, or filed with the Office in du-
plicate in the event service is not possible.

(b) A protest submitted in accordance with the
second sentence of paragraph (a) of this section will
be considered by the Office if it includes (1) a listing
of the patents, publications or other information relied
upon; (2) a concise explanation of the relevance of
ch listed item; (3) a copy of each listed patent or
sublication or other item of information in written
form or at least the pertinent portions thereof; and (4)

R--47
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and  pertinent parts’ of “any -'‘aon-Buglish language
patent, publication, or other item of mformatmn in
written form relied upon. =

(c) An ecknowledgment of the emry of & pmtest
under paragraph (a) of this section in a reissue appll-
cation file wifl be sent to the member of the public
filing the protest. A member of the public filing & pro-
test under paregraph (e) of this section in en applica-
tion for an original patent will not receive sny com-
munications from the Office relating to the protest,
other than the return of & self-addressed postcard
which the member of the public may include with the
protest in order to receive an acknowledgmeat by the
Office that the protest has been received. The Office
will communicate with the applicant regarding any
protest entered in the application file and: may reguire
the applicant to supply -information pursuant to' para-
graph (a). of . § 1.56, including responses to specific
questions raised by the protest, in order for the Office
to' decide any issues raised by the protest. The active
-participation of the member of the public’ ﬁhng a’'pro-
test pursuant to paragraph (a) of this section’ ends
with: the filing: of the protest and no- furthér subimis-
-sion:on behalf of the protestor will be acknowledged
or considered unless such submission raises new issues
which could 'not ‘have been - eatlier - prwcnted and
thereby constitutes a new protest Lo

[47 FR 21752, May l9 1982, effective date July l 1982]

1.292 = Public ase pmceedin@.

(a) When a petntmn for the institution of pubhc use
proceedings, supported by affidavits or declarations
and the fee set forth in § 1.17() is filed by one havmg
information of the pendency of an application and is
found, on reference to the examiner, to make a prima
Jacie sliowing that the invention claimed in an applica-
tion believed to be on file had been in public use or
on sale more than one year before the filing of the ap-
plncatlon, a hearing may be had before the Commis-
sioner to determine whether a public use proceedmg
should be instituted. If instituted, the Commissioner
may designate an appropriate official to conduct the
public use proceeding, including the setting of times
for taking testimony, which shall be taken as provided
by §§1.671 through 1.685. The petitioner will be
heard in the proceedings but after decision therein
will not be heard further in the prosecution of the ap-
plication for patent.

(b) The petition and accompanying papers should
either: (1) Reflect that a copy of the same has been
served upon the applicant or upon his attorney or
agent of record; or (2) be filed with the Office in du-
plicate in the event service is not possible. The peti-
tion and accompanying papers, or a notice that such a
petition has been filed, shall be entered in the applica-
tion file.

(c) A petition for institution of public use proceed-
ings shall not be filed by a party to an interference as
to an application involved in the interference. Public
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q-«mwdoumle,mues manmmfemmshdl be raised
Ly nlOtlon W 5 iu&“ﬂ) ISR butie,
@S USC. 615 US.C. 1113, 123) , :

(42 FR 5398, Jan. 28, 1977; pare. (&), 47 mﬂm. Sept. l7., 1%2,
pm;? (a)& (c), 43 FR 48416, Dec. 12. IM effective date Feb. 12,

(a) An apphcant for an’ oﬂgxml WM may- mqlm&,
;atmymdnnngthependeucyafmmllcmt'spmd
-ing complete spplication, that the specification and
mmyhepubmwuammmmvemm regis-
! tration. Any such request ‘must be signed: by (1) the
applicant and any assignee of record or- @y an mttor-
ney or agent of record in the application.

- (b) Any request for publication of 2 statutory inven-
‘tion registration must include the following:parts: -

- (1) A waiver of the applicant’s right w:-xeceive a
patent on- the. invention claimed effective upon the
.date of pnblacatwn of the statutory mventnon regzstm-
;t,lo

, (2) ’E’m reqmmd fee for fnlmg a mqnest fm: publwa—
,tmn of -a statutory .invention. regmnon as-prov1ded
,formﬁl.l‘l myorfo) : e ;

, (3)Athhat,mtheopmmofmcrequester
N -to which: the: request is dm:cted meets
.tlw requnrmems of 35 U.S.C. llz,and

. (4)- A statement.that, in the opinion of tbe xequwter,
the applwatwn to which the reguest is directed com-
plies with the formal requirements of this part for
printing g¢ a patent.”

(c) A waiver filed :.with & request for a'statutory.in-
vention registration, will be effective, upon publication
of the statutory mventlon regxstratwm, to waive the
mvemor’s right to recelve a. patent on the mventnon
‘claimed in the statutory invention regmstration, in any
application for an original patent which is pendmg on,
or filed after, the date of publncanon of the statutory
invention reg:sttatnon A waiver filed with a request
for & statutory invention regnstmnon will not affect
the rights of any other inventor even if ‘the subject
matter of the statutory inveation regxstratwn and an
applxcamm of another inventor are commonly owned.
A waiver filed with a request for & statmory inven-
tion registration will not affect any rights in a patent
to the inventor which issued prior to the date of pub-
lication of the statutory invention registration unless a
reissue application is filed seeking to enlarge the scope
of the claims of the patent. See also § 1.106(e).

[OMB Control No. 06651-0018]
{50 FR 9382, Mas. 7, 1985, effective date May 8, 1985]

1.294 Exsmination of request for publication
of 8 ststutory Iinvention registration and
patent application to which the request is di-
rected.

(a) Any request for a statutory invemtion registra-
tion will be examined to determine if the requirements
of §1.293 have been met. The application to which
the request is directed will be examined to determine
(1) if the subject matter of the application is appropri-
ate for publication, (2) if the requirements for publica-
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-made final.::
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+tion age mety: and: (3) if:the
- 112 end §1.293 of this past eremet.: . o1 o

.requirements: oﬁ‘ 35 U.S C.
(b) Applicant will be notified of the results of the

- examination: set forth in paragraph (a) of this:section.

If the. requirements of § 1:293 and:this section’ are not
met by the request filed, the notification to spplicant
will set & period of time within which to comply with

-the: requirements in order to avoid: abandonment of
the application. If the appli

ion does not meet the
requirements of 35 U.S.C. 112, the notification o ap-
plicant will- include & rejection under the: appropriate
provisions of 3§ U.S.C 112. The periods: for response
established pursuant t0- this :section ‘are subject to the
extension of time provisions of § 1.136.: After response

by the applicant, the application will agam be ‘consid-
.ered for pubhcatmn of a: statutory - invention registra-
tion. If the requirements of -§1.293 and this section

are not timely met, the refusal to publish-will be made
final. If the:requirements:of 35 ‘U.S.C. 112" are -not
met, - the: re_;ectlon pursuam to 35 USC 112 wﬂl be

(e} If. the exammauon pursuam to tb:s sectxon fé-

:mlts in' appmval of ‘the 'requestfora smutory inven-

tion registration ‘the ' applicaint - ‘will be notified’ of the
intent to publish a'statatory invention regxstratmn

[50 FR 9332 Mar 7 1985 eﬁ'ectwe date May 8 19551

1.295 Review of declsmn ﬁmﬂy mfusmg to
publish a statutory invention registration. - -

(@) Any requester who.is, dxssat_lsﬁed with the ﬁnal
refusal to publish a statutory invention registration fo
reasons other than complianc¢é with 35 U.S.C.’ H2
may obtain review of the refusal to publish the statu-
tory invention registration by filing a petition to the
Commissionier ‘accompanied by the fee set forth in
§1. l7(h) within one month -or such other time as is
set in the decision refusing publication. Any such peti-
tion should comply with the requirements . of
§ 1.181(b). The petition may ‘inclade a request that the
petition fee be refunded if the final refusal to publish a
statutory invention registration for reasons other than
compliance with 35 U.S.C. 112 'is determined to result
from an error by the Patent and Trademark Office.

(b) Any requester who is dissatisfied” with a deci-
sion finally rejecting .claims pursuant to 35.U.S.C. 112
may obtain review of the decision by-filing an appeal
to the Board of Patent- Appeals and Interferences pur-
suant to § 1.191, If the decision rejecting claims pursu-
ant to 35 U.S.C. 112 is reversed, the request for a stat-
vtory invention registration will be approved and the
registration published if all of the other provisions of
€ 1.293 and this section are met.

[OMB Control No. 0651-0018]
{50 FR 9382, Mar. 7, 1988, effective date May 8, 1985]

1.296 Withdrawal of request for publication of
statutory invention registration,

A request for a statutory invention registration
which has been filed, may be withdrawn prior to th
date of the notice of the intent to publish a statutor
invention registration issued pursuant to § 1.294(c) by
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b fling e rediiest 65 wﬁﬁdr&w thie 6 "j_; Mpm

tion of a statutory invention re o, Theé: Mm

to withdraw may also include a tequm for .

?t‘ any smount. wdfm e;cw of the application filing
ee and a handling fee.o $100 which. wi retgined.

Any request to wﬂhémv the 't mqm% publication

vof ‘& simtutory invention registration filed' o’ of after

" the date of ‘the notice of intent 'to' publish eved’ piir-

~guant to' §1.2906(c) must be in the form of ‘s petition
‘vpnrwam o § 1 133 wcompamed by the fee set fm-th
in § 1.17(h).

"[OMB Control No. 0651-0018] ~

'.[50 FR 9382, Mm’ 7 1935 eﬂ'ecuve date May 8, 1935]

,;10297 Pubﬁeuﬁm of sm:utory imvenﬁw mm-
: n'm.

,, (a) If the request for a statutory mventmn regnstra-
“tion i ‘approved the stdtutory invesition regnstratxon
will be published. The statutory invention registration
“wifl be mailed to the fequester at the’ correspondence
“dddress'as provided’ for in §l33(a) ‘A notice of the

B (b) ' fatyi eglstmﬂon
“will include 2 statement re!atmg‘to the attributes.
statutory invention regmtratlon The stawment wnll
read as follows
A statutmy invention registration is not e pmm. It has thc de-

fensive attsibutes of & patent but does not have:the enforctable at-
tributes of & petent. No article or advertisement or the like may vse

| 1 thetempamarmymmgguﬁveohpmt,whmrefemﬂg

. 15 8 statatory invention regisitation. For more specific information
fmthenglmmoc&mdwxekammrymmmmgmmm
35USC. 157,

{30 FR 9382, Mar. 7, 1985, ‘effective date Mly 8, 1985; %0 FR
31826, Aug. 6, 1985, effective date Oct. 5, 1985]

REVIEW OF PATENT AND TRADEMARE OFFICE
Decisions BY COURT

1.301 Appeal to U.S. Court of Awenls for the
Federal Circuit.

Any apphmm or any owner of & patent mvokved in
a reexamination proceeding dissatisfied with the deci-
sion of the Board of Patent Appeals and Interfer-
ences, and any party to an inferference dissatisfied
with the decision of the Board of Patent Appeals and
Interferences, may appeal to the U.S. Coust of Ap-
peals for the Federal Circuit. The appellant must take
the following steps in such en appeal: (8) In the
Patent and Trademark Office file a written notice of
appesl directed to the Commissioner (see §§ 1.302 and
1.304); end (b) in the Court, file a copy of the notice
of appes! and pay the fee for appeal, as provided by
the rules of the Court. The certified list of documents
and any original or certified copies of such documents
required by the Court will be transmitted to the Court
by the Patent and Trademark Office.

(35 USC. 6 15 US.C. 1123)
| 47 FR 47381, Oct. 26, 1962, effective date Oct. 26, 1962; 49 FR
48416, Dec. 12, 1984, effective date Feb. 11, 1985; 50 FR 9383,
Mar. 7, 1985, effective dste May 8, 1985}
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) AT s !g 3 ;
Appeals for the Federal Cm:ugt. the, appcuwt “shall
give notice thereof to the. Commmner wnehm zhe

;t,m,‘specaﬁedmﬁlsm St Gt act

®) In, mwrfm:ncea, the noncae must be mvad ™

pmvaded in.§ 1.646.
- [26 FR 10332, Diec:-22, 1959 pase. (s), 41 R 4138! oot 36, mz.

effective date Oct. 26, 1982; 49 FR 48416, Dec. 12, 1984, effective

'..‘dmlFeb 11, 19€5; 50 FR 9383, Mas. 7, 1985. effectlve dete May 8,
1985

«1.303 Civil nction Mr 35 U.S.C. 143 146,

(a) Any apphcam or sy owner of a patent in-
volved in a reexamination proceeding dissatisfied with
the decision of ‘the Board of Patent ‘Appeals and

Interferences, and any party dissatisfied with the deci-
‘sion‘of “thie - Board ‘of Patent Appeals and’ “Interfer-

ences, miay, instead of appesling to the U.S. Conrt of

Appeals for the Federal Circuit (9 1, 301), have

remedy by civil action under 35'U.S:C. 145 or 146, as
appropriate. Such’ ¢ivil’ action must be: commmced
'Wlthmthcumespectmdmélm SR A

" (b) If ‘an applicant in an ex parte €ase of aiiowner

‘of & patent involved in a recexamination proceeding

has taken an sppeal to the U.S. Court oprpws for
the Federal ‘Circuit, he' or she ‘thefeby waives hls or
her right to proceed undes 35 U.8.C.. 145 Cr

c) If any adverse pasty to an appeal taken to the
U.S. Court of Appmls for the Federal, Circuit by a

 defeated party in af interference ptoceedmg files

fotice. with the Cmnmswwer ‘within twenty days
after the filing of the defeated party’s notice 6f appeal
fo the court (§ 1.302), that he or she eiects to have il

‘further proceedmgs conducted as provnded in '35

U.S.C. 146, cerstified copies of such notices will be
transmitted to the U.S. Court of Appeals for the Fed-
eral Circuit for such action zs may be necessary. The
notice of electlon must be served as prowded in
§ 1.646.

(G5USC. 6~ 15 US.C. 1123)

[47 FR 47381, Oct. 36, 1982, effective date Qgct. 26, 1982 49 FR
48416, Dec. 12, 1984, effective date Feb. 11, 1985} -

1.304 Tiime for appesl or civil action.

(a) The time for filing the notice of appeal to the
U.S. Court of Appeals for the Federal Circuit
(§ 1.302) or for commencing a civil action (§ 1.303) is
sixty days from the date of the decision of the Board
of Patent Appeals and Interferences. If a request for
reconsideration or modification of the decision is filed
within the time provided under §1.197(b) or
§ 1.658(b), the time for filing an appeal or commenc-
ing a civil action shall expire at the end of the sixty-
day period or thirty days after action on the request,
whichever is later. Except for an appeal from or com-
mencing a civil action after & decision of the Board of
Patent Appeals and Interferences in a reexamination
proceeding or an interference proceeding, the time
periods set forth herein are subject to the provisions

Rev, 1, Cict. 1965
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of § 1136, See ussotgga__« . Gte
. appesl or commence a civil dction i
ot Se P16 o s of s

nezlect, mny extend the timé for" seé g judie
~review of & Béchsion of the 'Board: o!'Pdl:ent 'Appeals
andlnmfermesinanmterfmmwhenamo
- quest s unti yxﬁhdaﬁeremmm of thetlmepre-
mﬁwﬂhyﬂnhmﬁon
' (b)mmmc:ﬁedheteinmcmlendardays. if
thehmdayofthenmeapecnﬁedforappealorcom
-menclig a civil action falls on &' Saturday, Sunday or
legal holiday, the time is extended to the /niext day
which is neither 8 Saturday, Sunday nor a holiday.
(c)lfade&ntedpartytoanmterfemnceh@st&ken
an appeal to the U.S. ComtoprpedsfcrtheFeder
al Circuit and an sdverse party. hss filed notice under
35 U.S.C. 141 that he or she elects to bave.all further
proceedings. .conducted under. . 35 US.C.. 146
,(9 i. 3&3(@)), the time for ﬁlgng cwnlactwn , _ganer
3 d in 35, USc. i4l., ...
;;(ssu.sucs,m L. 97-247; 1S USC: 1 3.,1123)
541 FR 758, 1?9%1!‘?6; ?N&fﬂl’ e 47 maﬂi&(:ctigg.
mm‘g’n m:s,’bs'ec 12, 19&?& tive date Febwll 1985;
pmm,wmms M’ar 7 i98$.eﬁ' e ’

it Ar_wwmca AND Issmz -_OFPATBNT
1.311 Notice of allowanee - C

(@ if, o exammatmn, it shall appeﬁi‘ that the appll-
"cant is entitled to a patent under the law, a notice of
allowsnce will be sent to spplicant at the correspond-
.ence address indicated in §1.33, csllmg for the pay-
meént of a specified sim constituting the issue fee
(8 1.18), which shall be pmd within 3 months from the
date of the mnilmg of the riotice of allowance -

() An authomatxsn to ‘chiarge the issue fee (§ 1.18)
to a deposit sccount may be filed in an individual ap-
‘plication, either before or after mailing. of the notice
of allowsdnce. Where an authorization to charge the
issue feeto a d.epos:t account has been filed before the
mailing of the notice of allowance, the issue fee will
be automatically charged to the deposit account at the
time of mailing the notice of allowance

[OMB Conteol No., 0651-0011]

(35 U.S.C. 6; 15 USLC. 1113, 1123)

{47 FR 41279, Sept. 17, 1962, effective date Oct. 1, 1982]

1312 A imients after allowance.

(8) No amendmem may be made as a matter of
right in an application after the mailing of the notice
of sllowance. Any amendment pursuant to this para-
graph filed before the, payment of the issue fee may be
entered on the recommendation of the primary exam-
iner, approved by the Commissioner, without with-
drawing the case from issue.

(b) Any amendment pursuant to pamgraph (a) of
this section filed after the date the issue fee is paid
must be acmmpmned by a petition including the fee
set forth in § 1.17() and a showing of good and suffi-

Bev. 1, Oct. 1585

) Avplications, may, be withdrawn from issue for
wfm‘thetacﬁmatthpwmﬁveofthecmoemm
- petition by, the applicant. Any such petition by the ep-
Mmmmcludeashowmsofmdmdwfﬁcﬁmt

‘patent will issue in regular course uniess (a) the. sppli-
-cation is withdravwn -from- issue (§ 1.313) of. (b) issu-

reasons why withdrawal of the application is neces-
sary and, if the reason for the withdrawal is not the
fauit of the Office, must be accompanied by the fee
set forth in § 1.17). If the application is withdrawn

-fmmmue,lnew»mtweofaﬂowmewﬂlbemuf

the apphcatnon is again allowed. Any amendment ac-
companymg 8 petmon to, wnthdmw an'apphcauon

GSUSC. 6 1susc. s, 23~
147 FR 41280, Sept. 17, 198, effctive date Oct 1, wsz]

I payment,o the issue fec is timely ‘made, the “

ance of the patent is deferred. Any petition by the ap-
plicant requesting deferral of the issuance of a patent
must be accompanied by the fee set forth in § 1.17()
and must include e showing of good and sufficient
reasons why it is necessary to defer issuance of the
patent.

- [OMB Control No. 0651-0011)

(35 US.C. 6; 15 US.C. 1113, 1123)

‘[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982)

1318 Deﬁivery of mﬁem

The patent wnl! bc delwered or mailed on the day
of its date to the attorney or agent of record, if there
be one; or if the attorney or agent so request, to the
patentee or assignee of an interest therem, or, if there
be no attorney or agent, to the patentee or to the as-
signee of the entire interest, if he so request.

@35U.8C. 151)

1.316  Application abandmed for failure to pay
issue fee.

(a) If the issue fee is not paid within 3 months from
the date of the notice of allowance, the application
will be regarded as abandoned. Such an abandoned
application will not be considered as pending befor
the Patent and Trademark Office.

(b) The Commissioner may accept the payment ¢
the issue fee later than three months after the mailing
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Ao sccept the delﬁwd payment must %’pmmm@y filed

after the applicant is notified’ of; dr othersfise becomes

-aware of; the shendonment, and must be mmmmd

by(l)themuefee, unless it has been previously sub-

e &% tted, (2) %tﬁe for delayed peyment (§ 1. 17(13 )
JiTh €.

g tht the deldy was unavoidab
-Such showmgmm ‘be - verified showing if mede by
‘@ person’ notreﬁmred to pmctnce befow the Pmmt
‘and Trademark Office
{c) The Comm:mner my, upon : petmon accept
the payment of the issue fee later than three months
‘after the mailing of the notice of allowance as though
no " gbandonment had ever occurred if the delay in
- payment wes snintentional: The petition to accept the
‘delayed. payment must be filed within 'one year of the
date-on’ which the application: became abandoned or
be filed within -three: moriths: of the date of the: first
-decision on'a petition under-paragraph (b) of this-sec-
tion which was filed within one year of the date: of
sbandonment of the application.. The . petition : to
accept the delayed payment must: be mmpamed by
.{1). the issue fee, unless it has been previously submit-
ted, (2) the fee. for unintentionslly. delayed payment
(§1.17(m)), end (3) & statement-that the delay was an-
intentional. ; Such statement must, be. a verified; state-

to practice
beforé ‘the Patent and’ Trademark ‘

Office. The Com-
 missioner may require’ additional’ Mmmatwm where
theremaqmmvvhetherthca" jent’ was un-
intentional. The three-month petiod from the date of
the first decision referred to in this paragraph may be
extended under the provisions of § 1.136(z), but no
forther extensions under § 1.136(b) will be granted.
Petitions to the Commissioner under § 1.183 to waive
any time periods for requesting revival of an uainten-
tionally abandoned application will not be considered,
but will be returned to the apphcant. .

(d)_Any petition pursuant to pamgmph ®) of this
section not filed within six mouths of the date of
sbandonment must be accompanied by a terminal dis-
claimer with fee ‘under- § 1.321 dedicating to the
. public a terminal part of the term of any patent grant-
ed thereon. equivalent to the period of abandonment
of the application.

[OMB Control No. 06510011}
(35 US.C. 6; 15 U.S.C. 1113, 1123)
{47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982]

1.317 Lapsed patemis; delayed payment of bal-
ance of issue fee.

(a) If the issue fee was paid pnor to October 1,
1982, any remaining balance of the issue fee is to be
paid within three months from the date of notice
thereof and, if not paid, the patent will lapse at the
termination of the three month period.

(b) The Commissioner may accept the payment of
the remaining balance of the issue fee later than three
‘months after the mailing of the notice thereof as
though no lapse had ever occurred if upon petition

STPATENT ROLBS 7 14U Ak
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the delay in payment'ss 'glicWi to have been unavoid-
able. The petition to soatptthe delayied payment mast

be promptly, filed after the npplmm js;notified of, or

,otherwucbmmepawateo thelap@e,mdmmbe
_accompanied, by, (1) the remsining balance,of the issue
fee, wnless it has been previously submitted; (@) the fee
for. delayed : plymem @ 1.17(1)), 'and (3):e .chowing
-that the deéley: was' unavoidable.  Such: showing mmust

be a' verified shiowing'if made by a’ person ‘ot regis-
tered to practwe before the Patent md 'l‘mdemnrk

: Ofﬁce

" (¢) The Commnsmoner may, upon petltnon, accept

‘the payment of the remaining balance of ‘the fee Iater
‘than three months after ‘the ‘mailing ”of the motice

thercof as though' no lapse had ever occurred if the

_delay in, payment was - umntenuoml The petition to
_accept the delayed payment must be filed within one
.year -of the. dste .on which. the. patent lapsed or be
-filed within thizee months of the date of the first deci-

sion ‘on: & petition under paragraph: (b) of . this section

‘which was: filed within: one year, of the date of lapse

of the patent. The petition to accept the delayed pay-
ment must be accompanied by (1) the remsining bal-
ance of the issue fee, umless it 'has- been -previcusly
submitted, '(2) the fee for unintentionally delayed pay-
ment (§1.17(m)), and (3) ‘a statement that the delay
was unintentional. Such statement must.be a verified

statement if made by a person not registered to prac-

tice before the Patent and Trademark Office. The
Commxssnoner may, requn'e addntmnal mformmon

‘where there is a question whetheér the delay in pay-
‘ment was unintentional, The three-month penod from

the date of the first decision referred to. in this para-
graph may be extended under the provisions. .of
81, l36(a), but no further extensnons under § 1.136(b)

will be granted Petitions to the Commissioner under

§ 1.183 to waive any time periods for requesting ac-
ceptance of an unintentionally delayed payment will
not be consldered but will be tetumed to the appll-
cant. -

(d) Any petition pursuant to paragraph (b) of this
section not filed within six months of the date of lapse
must be accompanied by a terminal disclaimer with
fee under § 1.321 dedicating to the public a terminal
part of the term of the patent equivalent to the period
of lapge of the patent.

(35 US.C. 6 1S USC. 1113, 1123)
[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982)

1.318 = Neotification of national publication of a
patent based on an international application.

The Office will notify the International Bureau
when a patent is issued on an application filed under
35 U.S.C. 371, and there has been no previous inter-
national publication.

(Pub. L. 94-131, 89 Stat. 685)
f43 FR 20465, May 11, 1978}

“Bav. 1, Oct, 1989



¢ N PR
Sl T

(@) A diﬁcliimer lm&er 35 USC 253 must be gc-

companied by the fee set forih in § 1:20(d) and ideniti-
fy- the 'patent 'and the cleim’ o' claims’ which are ‘dis-
~claimied, and be signed by the person making the dis-

- clsimer, who ¢hall staté therein the extent of ‘his or

her interest'in-the patent; A disclsimer which is not.a
.dmimnwrofaeompletcclmmcwmmaybere-
fused recordation. A notice of the disclaimer is pub-

lished in the Official Gazette and attached to the print-
ed copies of the specification. In like manner any pat-
entee or applncant may disclaim or dedicate to the
public the entire term, or _any termmal part “of the

‘term, of the patent grantcd or to be granted

(b) ‘A ‘terminal disclaimer, when filed in an apphca-
fioni to obviate a double patentmg ‘rejection, must be

‘accompanied by the fee set forth in*§ 1.20(d) and in-

-clude & provision that any patent-gramted on'that ap-
‘plication 'shall: be enforceable: only: for and ‘during

~guch period th-t sdid patent is commonly owned ‘with
. the: apphmtlon or. patent wluc}x formed tbe basns for

-the rejection..: o
- [OMB Control: No. 0651-001 n
(38 V.SC: 615 US.CA113,1123) -0
[47mmsn  Sept, 17, 1982, effectxvedamcca. I 1982]

: 1.322

A patentee S assngnee 'S

* CORRECTION OF: ERROES IN PATENT:

Cerﬁﬁcate of eorrectwn of Office mis-
take.
(a) A cemﬁcate of correcuon um‘ler 35 0. S. C 254

may_ be nssued at the request of the patentee or the
ceftificate will not be issued

at the request or suggestwn of anyone not owning an

inteérest in the patent, nor on motion of the’ Ofﬁce,

" without first notifying the patentee (including any as-

- signee of record) and affording the patentee an oppor-

tuniity to- be heard. When' the request relates to a
patent involved  in-an interference, the request shall

. comply with the requirements of this section and shall

be accompanied by a motion under. § 1.635.
(b) If the nature of the mistake on the part of the

Office is such.that a certificate of correction is

demcd mappropnate in form, the Commissioner may
issue a corrected patent in lieu thereof as a more ap-
propriate form for certificate of correction, without
expense fo the patentee.

[OMB Control No. 0651-0011]

(35 U.8.C. 254)
{24 FR 10332, Dec. 22, 1959; 34 FR 5550, Mar. 22, 1969; para. (a),
49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

1323  Certificate of correction of applicant’s
. migtake.

Whenever a mistake of a clerical or typographical
nature or of minor character which was not the fault
of the Office, appears in a patent and a showing is
made that such mistake occurred in good faith, the
Commissioner may, upon payment of the fee set forth
in § 1.20(a), issue a certificate, if the correction does
not involve such changes in the patent as would con-

- Rev. 1, Oct. 1985

request, for.a aemﬁﬂm of correction
. volved in: an interferemce ahall. mmply w%«m fe- 4

- by 8 motion under § 1,638. -
- {36 PR ‘S350, Mar. 32, 1mwmmm,nec 12, k

.may, on petition of all the parties and the .

. the date of the patent. .
(35 US.C. 6, Pub. L. 91247
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‘mamm-
quirements - ofwuwmmmum

date Feb. 11, 1985] -
1.324 Correction of b

Wheneverapatemmmuedamhtappmsthmmc
com inventor or -inventors were not named
through error without deceptnve intention on the mﬂ't
of the actual inventor or inventors, the Commissi

and satisfactory proof of the facts and paymesnt of the

fee set forth in § 1.20(b), or.on order of a court before
-which such matter is called in question, issue a certifi-
.cate naming only the actual-inventor or inventors. A
- request to correct invemtorship-of a patent involved in

an interference shell ‘comply. with the requirements of

- this - section | and shall ‘be- mompamed by 3 motwa
-under. §:1.634. . o

- fOMB Contiot No: ossn-mm
‘(35°USICH6; Pub L97-247) * & :
'[67 FR 41281, Sept.’ 17,1982, effective ‘date Oct. 1, 1982 48 FR

2713, Jan. 20; 1983; effective dute Febi. 27; 1983; 49 FR 43416, Dec.
12, 1984, 50 FR 23123 May. 31, 1985 eﬂ'ectxve dme Feb 11, 1985]

{48 FR 2714, Jan. 20, 1983, effective date Feb. 27, 1933]
ASSIGNMENTS AND RECORDING

1331 Recording of ase

~ (a) Assignments, including grants and conveyances,
of patents, national applications, or international appli-
cations which desngnate the United States of America,
will be recorded in the Patent and Trademark Office
under 35 U.S.C. 261. Other insiruments affecting title
to a patent, a national application, or an international
application’ which designates the United States of
America, and licenses, even though the recording
thereof may not serve as constructive notice under 35
U.S.C. 261, will be recorded as provided in this sec-
tion or at the discretion of the Commissioner. Any in-
strument to be recorded, except those under Part 7 of
this title, must be accompanied by the fee set forth in
§ 1.21¢h).

(b) No instrument will be recorded which is not in
the English language and which does not amount to
an assignment, grant, mortgage, lien, incumbrance, or
license, or which does not affect the title of the patent
or invention to which it relates, and which does not
identify the patent or application to which it relates
encept as ordered by the Commissioner.

{c) An instrument relating to a patent should ndem
fy the patent by number and date (the name of the in-
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EEULY Y OV RATENT RULES 1 1ATHAN
+yentor and’ mk oﬂlw;hveﬁtﬁm ol W‘ ia the ﬁmm

"*' mm’y tlwawﬁcuﬁon by sSerial ovenber o intetma-
tional spplication number and date of filing (the name

of the inventor and title of the invention ad stated in
the application should also be given), but if an aséign-
ment is executed concurrently with or subsequent to
the execution of the spplication but before the appli-
cation. is filed or before its serial number or interna-
tional -applicetion number and filing date @re’ ascer-
tained, it should adequately identify the application, as

‘by its'date of execution and neme of the inventor and
title of -the invention; so that there can be po mnsmke

as-to the patent or application intended.

{OMB Conteol No. 0651-0011]
{35 U.S.C. 261; Pub. L. 94-131, 89 Swet. 685; 35 U.S.C. 6, I15US.C.
1113, 1123)

" 24 FR 10332, Dec: 22. i9389; 43’ FR 20465 “May' !l. 1978, pam. (a).

47 FR 41281, Sept- 17, 1982, effective date Oct. 1, wsz]

“the ‘Office in ‘proper form and’ accompamed by the fee
,:,setforthm§l2l(h) o
‘(35USC, 6 1susc. 1113 1123)

“w kasl Sept. 17, 1982, effecuve dateOct.l 1932]

1.333 Conditiuml assignmems.

Assxgnments ‘which’ are tiade condmonal on the
performance of ceftain acts or events, as the payment

- of money ‘or other condition” subseguent, if recorded

in the Office are regarded as absolute assxgmnents for
Office purposes until cancelled with the written con-
sent of both parties or by the decree of a competent
‘court. The Office has no means for detérmining
whether such conditions have been fulfilled.

{35 U.S.C. 261)

1.334  Iszsue of patent to assignee.

(a) In case of an assignment of the entire interest in
the invention and application, or of the entire interest
in the patent to be granted, the patent will normally
issue to the asmgnee If the assignee should hold an
undivided part iterest, the patent will normally issue
jointly to the inventor and the assignee. If it is desired
that the patent so issue, the assignment in either case
must first have been recorded, and at a day not later
than the date payment is made of the issue fee.

(b) At the time of payment of the issue fee, a state-
ment must be furnished indicating whether or not an
assignment has been filed with the Patent and Trade-
mark Office. In the event an assignment has been
filed, such statement must include the name and ad-
dress of the assignee and indicate whether or not an
acknowledgement of a recorded assignment has been
received from the Patent and Trademark Office.

a copy of | the aWard

(cj”}fthe pssignment I8 recordet aﬂatﬁedm of
myment of the issue fee, the assigfiee ‘may petition
that the patent issue to the assignee as recorded. Any
such petition must be mompmwd by the fee set
forth in'§ 1.17(3). ‘

GsUSC. 6 xsvsc”xm. 1123

perE FR 4128! Sepi. 17, 1982, eﬂ‘ective déw Oct. n, 19321 ;
133§ - Filieg of mﬁee of arbitmtim awam.

(a) Written notice ‘of any award' by an arbitrator
purspant to 35 U.S.C. 294 must be filed in the Patent
and Trademark Office by the patentee, or the patent-
ee's assignee or hcensee. If the award involves more
than one patent a separate notice must be filed for

‘placement in the file of each’ patent The notice must

set forth the patent number, the names of the inventor
and patent owner, ‘and the names and addresses of the
parties to the arbltratmn T’he notnce"must also include

‘the arbitration. The notice must also include a copy of

the court’s order modifymg the award.

(c) Any award, by, an ,axbxtrator _pursuant to 35
unenforceable until any. notxces re-
or (b) of thns section are. ﬁled

;notlce is. not ﬁled by the party desngnated in para-
"graph (a) or (b) ‘of this section, any party to the arbi-
tration proceedmg may file such a notice.

(35 US.C. 6, Pub. L. 97-247)
48 FR 2714, Jan. 20, 1983, effective date Feb. 27, 3933]

1.341-1.348  [Removed]

-{30 FR 5171, Feb. 6, 1985, effective date Mar. 8, 1985}

AMENDMENT OF Ruu-:s

1351  Amendments to rules will be publmhed

All amendments to the regulatxons in“this part will
be published in the Ojﬁcxal Gazette and in the FEDER-
AL REGISTER

1,352 Publxcaﬁmn of notice of proposed
-amendments.

(a) Whenever required by law, and in other cases
whenever practicable, notice of proposed amendsments
to the regulations in this part will be published in the
Official Gazette and in the FEDERAL REGISTER. If not
published with the notice, copies of the text will be
furnished to any person requesting the same. All com-
ments, suggestions, and briefs received within a time
specified in the notice will be considered before adop-
tion of the proposed amendments which may be
modified in the light thereof.

R""53 RW. ﬂ' W- ﬂ%s



(2) Maintenance fees as set forth im, ﬁ LZO (e)-(p) ure
required to be paid in all patents | based on apphcattons
filed on or efter December 12, 1980, except as noted
in.peragraph (b) of-this: section, to maintain aipatent

‘mfarcebeyond-t 8 and lzyearsafterthedateof

gnnt
'®) Mamtenmce fees dre not requu'ed for. plant pat-
} ents based on appllcattom ﬁled on or after Auvgust 27,
1982 or ‘for any deslgn patents antenance fees are
not requtred for a reissue patént if the patent bemg re-
‘issued did not require mamtenance feee :

tenance fees. are as follows

(I) ‘For' an’ appltcatton not clatmmg beneﬁt of an
_earlier appMon, the actual Umted States fi lm’ date
"oftheapplt""" - -
. (2) For an apphcatton clmmmg beneﬁt of 'an' earher

actual Umted States ﬁlmg
“plication. :

~ (4 For a rexssue apphcatton, the Umted States
ﬁlmg date of the ongmal non-relssue apphcatnon on

tered the Umted ‘States as a’ Desxgnnted Office ‘under
3§ U.S.C: 371, the international filing' date granted
under Atticle 11(1) of the Pateit Cooperation Treaty
which is considered to be the United States ﬁlmg date
under 35 U.S.C. 363.

(d) Maintenance fees may be paid in patents with-
out surcharge during the penods emendmg respec-
tively from:

(1) 3 years through 3 years and 6 months after
grant for the first maintenance fee,

(2) 7 years through 7 years and 6 months after
grant for the second maintenance fee, and

(3) 11 years through 11 years and 6 months after
grant for the third maintenance fee.

(¢) Maintenance fees may be paid with the sur-
charge set forth in § 1.20 (k) or (1) during the respec-
tive grace periods after:

(1) 3 years and 6 months and through the day of
the 4th anniversary of the grant for the first mainte-
nance fee,

(2) 7 years and 6 months and through the day of
the 8¢th anniversary of the grant for the sccond main-
tenance fee, and

(3) 11 years and 6 months and through the day of
the 12th anniversary of the grant for the third mainte-
nance fee.

@ If the last dey for paying a maintenance fee
without surcharge set forth in peragraph (d) of this

B, 4, Oct, 1585

federal heliday. :

1363

_nications relating to pa
* mance Tees will

MANUAL OF Mrm'r EXAMINING PROCEDURE

o the.los oy o paying

' with surcharge set. forth; in: paragraph, @nmmm
A‘mmonu Saturday, Sunday, ora fedepal |
=;.,thm m D%!mt ngwmmhe B :.«,“w

.and sny necessary suschesge may be; anmlm«-

or; parsgraph. () respectively, on; the; next
day. whichi is:not @ Snturday., Sundey,

(g) Unless the: mmm fee. and. any. applmb!e

Umchame is:paid, within. thie time: periods set. forth in
vmﬁm (), (e):or. (f).of  this section; the patent

will expire as. of the end of the grace period set forth
in paragraph (e) of: this section.. A patent which ex-

. pires for. the failure to: pay. the maintenance fee will

expire &t the end of the;same date (anniversary date)
the patent was-granted. in the. 4th, Sth -OF thh ywr
after grant. o s

[45 FR.34724, Aug. 31; 1984, added effectlve Nov b l984] s
. Fee address_for ‘,mmltenance fee m
(@ All nottces, rpcetp :

" jostie fee, OF s

(2) A change in the correspondence address for all
purposes is filed after payment of the issue fee, or »
(3) A “fee address” or & change in’ the “fee ad
dress” is filed for:purposes: of recéiving notices; fe-

.ceipts and other correspondence. relating. to, the .pay-

ment_of maintenance fees after .the payment of. the
issue. fee, in whtch mstance. the. latest. such address
will be. used. . ...

() An assngnmem of a patent applxcatton or patent
dm not result.in a change of the. “correspondence
address” or “fee address” for: mamtenance fee pur-
{49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1,984]

1.366 Submission of maintenance fees.

{a) The patentee may pay maintenance fees and any
necessary - surcharges, of any. person .or. organization
may . pay -maintenance fees and any- necessary sur-
charges on behalf of a patentee. Authorization by the
patentee need not be. filed in: the Patent and Trade-
mark Office to pay maintenance fees and any neces-
sary. surcha.rges an-behalf of the patentee. . ,

(b) A maintenance fee and any necessary surcharge
submitted for a patent must be submitted in the
amount due on the date the maintenance fee and any
necessary surcharge are paid and may be paid in the
manger set forth in § 1.23 or by an authorization to
charge a deposit account established pursuant to
§ 1.25. Payment of a maintenance fee and any neces-
sary surcharge or the authorization to charge a depe
it account must be submitted within the periods set
forth in § 1.362 (d), (e) or (f). Any payment or author-

R~54
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apet.ition ﬁled under 51378 wmmmm to
-¢harge 'a' deposit account ‘must: authorize the ‘immedi-
ate charging of the meintessnce fee and any necessery
‘garchazge to the deposit account. Paymeat of ‘less
than the required smount, payment in o manner other
than that set forth in § 1.23, or the filisg of &n authot-
ization' to charge a deposit account having insufficient
funds will not coastitute payment of & maintensnce
fee or surcharge on & ‘patent. The certificate of miail-
ing procedures of either § 1.8 or § 1.10 may be uti-
lized in paymg mmtenance fm and any necessary
surclmrges s

L{e) In. submlm mmntenance fees md any. neces-
sary surcharm ‘identification of -the. patents for
which: mamtename fm -are bemg pmd must mclude

‘tlon f‘or the patem on’ w!uch t’h, mammance fee is
being:paid... )
(@) Payments of mmntenance fees ‘and’ any sur-

.chm’geﬁ ,should ndentlfy thg‘fee being . paid for each
_is the 3%,.7% or (1% year

claimed, the amount | ot‘ (i e,;mamtenance fee ‘and. any
surcharge bems pand, any. amgned payor number the
-patent :issue date and. the- United States apphcatnon
filing date. If the maintenance fee and. any necessary
_surcharge is, being paid on a reissue patent, the pay-
ment must ldcnufy the reissue patent by reissue patent
number and reissue application serial number as re-
quired by paragraph (c) of this sectlon and, should
also inclode the original patent number, the original
patent issue. date and the original Umted Statm apph-
cation filing date.

(e) Maintenance fee payments and , surcharge pay-
ments relating thereto must be submitted separate
from any other payments for fees or charges, whether
submitted in the manner. set forth in § 1.23 or by an
authorization to charge a deposit account. If mainte-
nance fee and surcharge payments for more tham one
patent are ‘submiitted together, they should be submit-
‘ted on as few sheets as possible with the patent rum-
‘bers listed in mcreasmg patent number order. If the
“payment submitted is insufficient to cover the mainte-
nance fees and surcharges for all the listed patents,
the payment will be applied in the order the patents
are listed, beginning at the top of the listing.

() Notification of any change in status resulting in
logs of entitlement to small entity status must be filed
in a patent prior to paying, or at the time of paying,
the earliest maintenance fee due after the date on
which status as a small entity is no longer appropriate.
See § 1.28(b).

(8) Maintenance fees and surcharges relating there-
to will not be refunded except in accordance with

§§ 1.26 and 1.28(a).
{49 FR 34725, Aug. 31, 1984, edded effective Nov. 1, 1984)
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"mark Ofﬁce, or by the patemee. '

‘1.373

1377

(s)MypmmmkMuﬁadwnhmm
of the Paﬁmt ‘end Trmmrh Office. o accept. md
ummcf&epmm maypeﬁmn the €

@)Anymﬁﬁmmdﬂmmmﬁmmmbemw
wnthm 2 months of ‘the action ‘complsitied 'of, or
within such other titne as may be set in the sction
‘complained of, and mmust be sccomipanied by the fee
set forth in §1.17(h). Thepetltionmymcmdeam-
qwtthatthepeﬁhonfeeberemndednﬂhemmwto
accept and record the maintensnce fee is
to rwult fmm an error by the Pment and deenmrk

(c) A.ny peutlon ﬁled tmder thxs sectmn must

‘comiply w:th the mquzremen ‘of pmgraph (b) of

party in interest. Such petition

‘& verified: statenient if made by & peron not regis-
‘mﬁ 10 Pl’actlce before the ‘Patent anid*Tradesark

Acceptance of delayed 'zmyment oﬁ’ main-
temce fee in. expired patem remmte

patent.

(a) 'I'he Commnsswner may accept the payment of
any maintenance fee due on a patent after expiration
of the patent if; upon petition, the delay in payment of
the maintenance fee is shown to the satisfaction of the
Commissioner to . have been unavoidable and. if the
surcharge reqmred by § 1.20(m) .is pmd asa condition
of accepting payment of the maintenance fee. If the
Commissioner accepts payment of the maintenance
fee upon petition, the patent shall be considered as not

‘having expnred but will be sub,;ect to. the, c@ndmons

set forth in 35 U.S.C. 41(c)}(2).

(b) Any petition to accept the delayed payment of a
maintenance fee filed under pamgraph (a) of this sec-
tion within six months of the expu'atnon of the patent
must include: R

(1) The required maintenance fee set forth in
§ 1.20(h)-G3);

(2) The surcharge set forth in § 1. 20(m), and

(3) A showing that the delay was unavoidable since
reagonable care was taken to ensure that the mainte-
nance fee would be paid timely. The showing must
enumerate the steps taken to ensure timely payment of
the maintenance fee.

(c) Any petition to accept the delayed payment of a
maintenance fee filed under paragraph (8) of this sec-
tion more than six months after the expiration of the
patent must include:

Rev, 3, Oct, 3585
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_anz;ﬁ(l‘),v, 14 j:, '

(3) A showing that the delay was umvowable gince
resdonable care ‘wiis: taken to ensure that the meiate-
mce m wu!d e paid- timly md thc mlure to

Theshowmgmmtmwatethempetakento
easure timely payment of the maintensnce fee and the
circumstances which. were -outside of the control. of
the. patentee and those acting on behalf of the patent-
ee in; paying the maintenance. fee. The showing must
be sufficient in. scope.and content to meet the heavy
‘burden of proof wqun'ed to show that a delay in pay-
ment. of the maintenance fee of more than six months

after expiration of the patent was unavoidable. ...
(d) Any petition under this section must be signed
by, an attorney or agent registered to practice before
.Trademark Office, or by, the patentes,

st.. Such |

.maintenance fee. upon petmon ﬁled pursuant to
paragraph (a) of this section may be obtained by. filing
a petition for recomsideration within two months of,
or such other time a8 set‘in; the decision refusing to
accept the delayed payment of the maintenance fee.
‘Any suchi pefition for 1 erdtion miust be accom-
paniéd by the petxtmn ‘fee set: forth in § 1. 17(h). After
decision on the petmom for reconsideration; no further
reconsideration or review of the matter will be under-
takeii by the Commissioner. If the delayed payment of
‘the’ maintenance fee is'not accepted thie’ mairntenance
fee and the surcharge set forth in § 1.20(m) will be re-
funded following the decision on the petition for re-
consideration, or after the expiration of the time for
filing ‘such a petition for reconsiderstion, if none is
filed, The fee set forth in § 1.17(h) for filing the peti-
tion for reconsideration will not be refunded unless
the refusal to accept and record the maintenance fee
is determined to result from an error by the Patent
and Trademark Office.

"[49 FR 34726, Aug 31, 1984, added effective Nov. 1, 1984; para.
(e}, 50 FR 9383, Maz. 7, 1985, effective date May 8, -1985}

Subpart C—International Processing Provisions
AUTHORITY: Pub. L. 94-131, 89 Stat. 68S5.
Sounce: 43 FR 20466, May 11, 1978, unless otherwise noted.

GENERAL INFORMATION

1401 Definitions of terms under the Patent
Cooperation Treaty.
(a) The abbrevistion “PCT” and the term “Treaty”
mean the Patent Cooperation Treaty.
(b) “International Bureau” means the World Intel-
lectual Property Orgenization located in Geneva,
Switzerland.

Rev. 1, Oet. 1908

\f, - ¢ »,.;-..““ P it ey
eration Treaty mfertedto'mPCK‘Ruk 89

{d) “Request”,. when capmhwd. means ttm m-

ment . of the .in B« desmbed in
PCTWMIM-G CE e

() “Internations] appMutma” u uwd in. thw nub-
wmdefmedmﬁl%).

() “Priority date” for the purpoae of computmg
tnmehmmMerthePatcmCoopetmnTreatymdea
fined in PCT Art. 2 (xi). Note gleo § 1.465. -

- (g) Other terms and expressions in this Subpart C
mtdemedmthlssectmnmtobetakenmtheme
1ndmatedeCTArt2and35USC351 T

[OMB Ccutwl Ne. 065!-001 l]

1412  The United States Receivﬁng Office

‘(@) The United States-Patent and Trademark Office
is'a Receiving Office only for applicants who are resn-
dets or nationsls of the United States of America. -

(b) The Patent and Trademark Office; ‘when &ctmg
asaRccetvmgOfﬁce,willbetdemtxﬁedbytheﬁm

title! “Uhiited” Statés- Recetvmg chew, m, by tlte ab-
‘bréviation “RO/US™: 7!

© The major ﬁmctnons of the Recenvmg Oi’ﬁce if-
clude

ay Acoordmg of mtg.matxona{ ﬁlmg datcs to inter-
national apphcatuons meeting the - requuements of
PCTArt 11(1), anid PCT Rule 20; -

(2) Assuring that international applications meet the
standards for format' and content of PCT Art. 14(1),
PCT Rules' 9, 26, 29.1, 37 38 91 and portnons of
PCT Rules'3 through 13

3 Collectmg and, when reqmred transmitiing fees
due for processmg mtematlonal apphcatlons (PCT
Rule 14, 15, 16);

@ Transmitting the record and’ ‘search copies to the
International Bureau and International Searching Au-
thority, respectively (PCT Rules 22 and 23); and

(5) Determining compliance with applicable re-
quirements of Part 5 of this chapter

-{OMB Control No. 0651-001 LY

1413 The United States Intematioml Search-
ing Authority,

(a) Pursuant to appomtment by the Assembly, the
United States Patent and Trademark Office will act as
an International Searchmg Authority for. mtemmwml
applications filed in the United States Receiving
Office and in other .Receiving Offices as may be
agreed upon by the Commissioner, in accordance
with agreement between the Patent and Trademark
Office and the International Bureau (PCT Art.
16(3)(®)).

(b) The Patent and Trademark Office, when acting
as an International Searching Authority, will be iden-
tified by the full title “United States International
Searching Authority” or by the abbreviation “ISA/
U -”

{c) The major functions of the International Search-
ing Authority include:

R-—56




SALUERTE O A R

PATENT Runliss

§ Y
(NER A E

ype
PCT. Rules 25, 33 to 45 and 47); and .

(4),Tmnmutting the mtematzonal mrch xcport to

(om Camml No. om-mm y
1414 The United States Demlgnated OMee.

(a) The 'United States Patent and Trademask Office
will act a8 & Designated Office for international appli-

cations in which the Usited ‘States of America has -
been des:gamed a8 State i in whlch patent protectmn”

is degired.”

(b) Thie' _:Pbgnt md Trademark Oﬁ'ice, whcn actmg’_' :

lgnated omcem mb}' thc abbrewahon “mms 99 ',;j‘_ s
; i fi o}‘ the Umted States Dwg-ﬂ §

1415 The International Burean, = . .

(a) The International Bureau is the World Intellec-
tual Property Organization located at Geneva, Swit-
zerland. It is the international intergovernmental orga-
nization which acts as the coordinating body under

the Treaty and the Regulatnons (PCT Art 2(xnx) and

35U8.C. 35 l(h))
{b) The major functions of the International Bureau

include: .

(1) Publmhmg of mtematxonal applications and the
International Gazette;

(2) Transmitting copies of international apphcatnons
to Designated Offices;

(3) Storing and maintaining record copnes, and

@ 'I‘mnsmlttnng information to authorities pertinent

to the processing of specific international applications.

{OMB Coantrol No. 0651-0011]
Wro May FILE AN INTERNATIONAL APPLICATION

1.421 Applicant for internationsl application.

(a) Only residents or nationals of the United States
of America may file international applications in the
United States Receiving Office.

(b) Although the United States Receiving Office
will accept international applications filed by any resi-
dent or national of the United States of America for
international processing, an international application
designating the United States of America will be ac-

tbemzmof;nnuyofmvenm""‘
international and international-type

enatto (bCT Acta, 19, 17 and. 15, ‘and

(3) Oonducung mvxews under PCT Arﬁcle 25 for .

R—57

2 i 5] Al
wed by ihe Patent and Trademak Otfice 8 the
national stage. only if filed by themveu&ormupm-,_
vided in.§§ 1.422, 1. 423 or 1425, . .
(c) Internstional . applicmom wmch do not dwg-. .
mwmwwdswmofmmmybefﬂ@dbyme
assignee of owner. ...
(d) m attomey or ngent of the appl:cmt my sim -
mwnmmlupplicmonformewplwtn“hemm :
national application when filed is accompanied by a.
separate power of attorney to that attorney or ageat
from the applicant. The separate power of attorasy
from the appllcam may- be submitted afier filing if suf-:
ficient cauge is shown for not submitting it at the time
of - filing. Note that paragreph : (b) of this section re-
quires that the &pphcam be the inventor if the United
States of America-is designated. .-
(e) Any- indication: of : dnffex:ent applxcams fox' the
puspose. of different - Designated Offices must be
shown on- the Requeat pomon of zhe mtemammm ap- :
plication. -
(t)cmmgwmthepemn,nme,oraddmafthe;
applicant ‘of an international application shall be mdc ,
in accordance with PCT Rule 18.5. : ;

[OMB Control No. 0651-0011)
1422 When the inventor is dead.

In case of the death of the inventor; the legal repre-
sentative (executor, -administrator, etc.). of the de-
ceased inventor - may ﬁle an . international applncatiqn.

[OMB Coatrol No: 0651-0011]
1 423 ' W]xen the inventor is insame or legally

In case an mventor is insane or otherwnse legally im-
capacitated, the legal representative (guardian, conser-
vator, etc.) of such inventor may file an internationa'
application w]uch d&s:gnat&s the Umted States of
America:

[OMB Control No. 0651-0011]

1424 Joint inventors.

Joint imventors must jointly file an international ap-
pllcauon which designates the United States of Amer-
ica; the signature of either of them alone, or less than
the entire number will be insufficient for an invention
gwented by them jointly, except as provided in

1.425.

fOMB Control No, 0651-0011)

1428  Filing by other than inventor.

{a) If a joint inventor refuses to join in an interna-
tional application which designates the United States
of America or cannot be found or reached after dili-
gent effort, the international application which desig-
nates the United States of America may be filed by
the other inventor on behalf of himself or herself and .
the omitted inventor. Such an international applica-
tion which desngnates the United States of Amenc&

Rey. 1,0@«.%
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'mmabewcom bypmofoftlne]g
angtmoé'mwd? wit'idiéas’ of ‘the &
 The Phtert aiid 'I‘radehmk ifice: el
w;lmeofmeﬁhngoftﬁe‘ ifernationsl
mwﬂmunﬁ&ediwmwmmmm

6) Wheénever ‘st inventor refiuses 1o mcm an‘ff‘
mtemutwnal applwatwn whwh.deggm the Unitw

minthemaﬁeumfymgmhucﬁmmyﬁlemc :
internigtional application' on ‘behalf of and a8 agent for '
tbe~'mvemer Such an’ internstional spplication which
designatés the: Usited States’ of Americe must be ac-:
Wﬁhdbyproofoﬁhepcrmmtfwsmdamow '
ing that‘sach action is niecessary to preserve the rights
of the parties or to prevent irrepareble damage, and -

mmmﬂwlastknownaddremofmcmvenm The

Tthfﬁcerorwardnoﬂwofthﬂﬁlmgdmeap-

[OMB Control No. 0651-001 1]

1431 .

and one or more drawings (where required). (PCT
Ast. 3(2) and Sectmn 207 of the Admmmtmtwe In-
structions.) :

(6) An international ﬁlmg date wxll be wcerded by
the United States Receiving Office, at the time of re-
ceipt of the international application, provided that:

(1) The applicant is a United States resident or na-
tional (35 U.S.C. 361(a), PCT Art. 11(1)E). ,

(2) The international application is in the Enghsh'
language (35 U.S.C. 361(c), PCT Art. 11(1)(ii)). ,

(3) The international application contains at least
the following elements (PCT Art. 1I()@EED):

(i) An indication that it is intended as am imterna-
tional application (PCT Rule 4.2); '

(i) The designation of at least ome Coniracting
State of the International Patent Cooperation Union;

@Gii) The name of the applicant, as prescribed (note
§6 1.421-1.424);

(iv) A part which on the face of it appears to be a
description; and

(v) A part which on the face of it appears to be a
claim,

(c) Payment of the basic portion of the international
fee (PCT Rule 15.2) and the transmittal and search
fees (§ 1.445) may be made in full at the time-the
internationsl application papers required by paregraph
(b) of this section are deposited or within one month
thereafter. Failure to make full paymeént within one
month of the deposit of the international application
papers required by paragraph (b) of this section will
result in the fees being charged to the Internstional

Begv. 1, Oct. 1968

asgignment, writtén agreement to assign or other-evi-
demafpropmm'ymtemt, or a verified copy there- '
of, must be filed in the Patent and Trademark Office.

plication 1o’ the mventormt the addrm md in the;s»

THB INTERNATIONAL APPLICATION TTE

(s) An mtematzoml appllcaum shall conwm, & -
specified in the Treaty and the Regulations, a Re-:
quest, a description, one or more’ claims, an sbetract,

MANUAI. oF mmm W PROCEDURE
g facts

i

Bmmmdermepmviaiomofmmnph(d)ofmm

sectil id PCT 'Rule' 16 bl ERAHE
(d)mmmd'stm Rweivina'

to th ¢ngtionsl Butedu in‘

(l) The trmmmal fee, the bmc fee pomon M’the“
international fée, ‘or_the search fee where these fees
have not been fully' paid by the applicant within one
month of the date of depumt of the immaﬁonal appli-
cation, and  : 1

(2) The. deummnon fee. or mc amumt necessary to
cover all the designations made in the request which
have not been peid by the mpphmm within one year
from thc priority date. ;

© “The Intematnonal Bureeu wnll notufy apphcant
of .any amount charged under paragraph (d) of this
section and. invite the applicant to pay directly. to the
Internationsl: Burcau within- one. month: from the date
of the notification, the amount charged, sugmented by . .

rcharge of 50%, provided the -surcharge will not
wnll not be, more, then the. amounts indi- .

fees;. ﬂw besgic fee, the search fee, one de
and the surcharge is not tlmely made ‘

Reoemns Ofﬁce ‘which will declaxe the interpational
application withdrawn under PCT Article 14(3Xa). if
the apphcant makes- tnmely payment of the fees re-
ferred .to in. the previous sentence, but the amount -
paid is not sufficient to cover all the des:gnatnon fees,
the Receiving Office will declare any dwgnatxon not
paid withdrawn under: PCT - Airticle - 14(3)(b) in ac- -
cordance with PCT Rule 16 bis. 2(c)

fOMB’ ‘Control No. 0651-0011} -
[parez. (), (c). (&) & (e), 50 FR 9383 Mar. 7 1985, eﬁ'ectlve date
May 8, l%ﬂ

1 432 Dwgmtmn of States snd payment of

(a) The names of Designated States shall appear in
the Request uvpon filing and must be indicated as set
forth in Section 201 of the Admmxstranve Instruc -
tions.

(b) The designation fees may be pmd upon ﬁlmg of
the internationsl application, but must be paid at the
latest before the expiration of ofie year from the prior-
ity date (PFCT Rule 15.4(b)). Failure to timely pay the
designation fee for 2 particular Designated State will
result in the withdrawal of that designation (PCT Art.
14(3)(b)). Failure to timely pay at least one designa-
tion fee will gesult in the withdrawal of the interns-
tional application (PCT Art. 14(3)(a)).

{CMIB Control No. 0651-0011)

1.433 Physical reguirements of international
application.

(e) The international application and each of the
documents thet may be referred to in the check list of
the Request (PCT Rule 3.3(a)ii)) shall be filed in one
copy only.
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(@) 'ﬁwe ‘téuest ‘shall ‘be’ made onastandardizedi
pﬁntedf‘orm(PCTRu!w3and4) Copies of such

printed Regquest forms are avsilable from the Patent

and Trademark Office. Letters” requesnng ducli forms

should be marked “Box PCT.”

(b) The Check List pomon of the Reqmt form.;
should . indicate .each document.: accompmymg the_z

international- applxmﬂm om filing. -~ -
(c) All information, for example,. addrasm, names

of States and dates, shall be mdlcated in the Request

as: reqmred by :PEE
structions 110 and 201

(2) ‘A reference to any capendmg nauom! apphcaf’

tion - or . internationsl - application ::designating :the

United States:of Americs; if the:bénefit of the filing -
date for the pmr copmdmg apphcatnon 810 - be,

clanmed
[cMB Contro! No 0651-00"]

i 435 The descnpuon.

descnptnon are ‘set forth in PCT Ruiles 5, 9, 110 and 11
and ‘Administrative Instruction 204, and shall be ad-

hered to.
(b): In international applications designating -the

United States the description must comntain upon filing
an indication of the best mode contemplated by the:

inventor for carrying out the claimed invention.
[OMB Control No. 0651-0011]

1436  The claims.

The requirements as to the content and format of

claims are set forth in PCT Art. 6 and PCT Rules 6,
9, 10 and 11 and ‘shall be adhered to. The numbér of
the claims shall be reasonable, considering the nature
of the invention claimed.

[OMB Control No. 0655-0011}

1.437  The drawings.

(2) Subject to paragraph (b) of this section, when
drawings are necessary for the understanding of the
invention, or are mentioned in the description, they
must be part of an international application as ongl-
nally filed in the United States Receiving Office in
order to maintain the international filing date during
the national stage (PCT Art. 7).

(b) Drawings missing from the application upon
filing will be accepted if such drawings are received

R~~59

within 30 days of, the. dste of first
complete papers. If the missing d
within the 30-day period; the | filing date
Mbethedmaonwhichmhmmmre-
ceived. If such dmwmgz are not timely received, all
references to ‘drawings i the interniational wpplmtwni
shall be considered non-existent (PCT Art !4(2), Ad-
ministrative Instruction 310).

(c) The physical requirements for drawmgs are set
forth in PCT Rule 11 and shall be adhered to.

[OMB Conteol No. 0651-0011]}
1.438 ' ‘The abstract.

() Requirements as to the content and. form of the
abstract are set forth in PCT Ruie 8, and shall be ad-
hered to. . .

(b) :Lack of ‘an ahstmct upon ﬁlmg of an mtcmm—’_

tional application will ot affect the. _granting of a
ﬁlmg date However, fal_lure to furmsh an abstractv

the Recewmg Ofﬁce wil f
application being declared: wnthdmwn«.'i.~; N
[OMBComrol No. 0651—0011] : M e

1. 445 -International applimmm ﬁiimg ﬂnd pmc-
wsing fees. -~ o

(@) The followmg fees and charges are establnshed
by the Patent and. Trademark Office under the au-
thority of 35 U.s.C. ire:

(1) A transmittal fee (see 35 U.8.C. 361(d)
and PCT Rule 14)......ceececennnncciorincninenns

(2) A search fee (see 35 U.S.C. 361(d) and
PCT Rule 16) where:

(i) No corresponding prior United
States national apphcatlon with fee
has been filed enrresassusisssennssnnassiens

(i) Corresponding prior United
‘States national apphcatnon wnth fee
has been filed ........... reassssesasessssnanasessens

(3) A supplemental search fee when re-
quired (see PCT Art. 17(3)(a) and PCT
rule 40.2), per additional invention...........

(4) The national fee, that is, the amount
set forth: as the filing fee under § 1.16
{(a) through (d) credited, if requested at
the time of filing, by am amount of
$170.00 where an international search
fee as required by paragraph (a)(2)(i) of
this section has been paid on the corre-
sponding international application to
the United States Patent and Trade-
mark Office as an international Search-
ing Authority. Only one such credit is
permitted based on a single nntematlon-
al search fee.

Rev. 1, Tet, 1988
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(Sysuﬁ‘clmrgefmﬁhngthemmmfeew« s

" oath or - declaration:  later ehm 200
momhsfmmmmtydaw :

By a.small entity (§ 1. 9(0) 8500
11000

B35 By Othel' m & small e'ntlty....-....; ..... ae
(6) For filing an English translation of aa =
emmona! application .later. than 20 .
months after the pnomy date:
(G 1.610))....... sossmsespasen

(b) The basic fee and designation fee pomons of the

international fee shall be as prescnbed in PCT Rule

18.

[OMB Coitrol No. 0651-0011] |

(35U.8.C. 615 U.SC. 1113, 1123)

[43 FR 20466, May 11, 1978; para. (a), 47 FR 41282, Sept. 17, 1982,
effective. date. Oct. 1, 1982; pars. (s)(4)=(6), 50 FR 9384, Mar. 7,

1985, effective date May 8, 1985; 50 FR 31826, Aug. 6, 1985, effec-

tive date Out 5 1985]

1.,446. Refund . of mtemaﬁom ammﬂon,

g and processing fees, . .. . -

(a) Méney paid - for- mtematlomlt. apphcamm fem,-’
where paid by actual mistake or in excess, such as a_

payment not required by law or Treaty and its Regu-
lations, will be refunded. )
(®) [Reserved]

-{e):Refund:of the: supplemental search fides will be:

made if such refund is determined to be warranted by
the Commissioner or. the Commlssloncr s designee
actmg under PCT Rule 40 2(c)

(d) The intérnational and search fees wili be refund-

ed if no internaticnal filing date is’ accorded (PCT
Rules 15.6 and 16.2).

[OMB Control No. 0651-0011}
(35U.S.C. 6; 15 U.S.C. 1113, 1123)

[43 FR 20466, May 11, 1978; para. (b), 47 FR 41282, Sept. 17, 1982,
effective date Oct. 1, 1982; para. (b), 50 FR 9384, Mar. 7, 1985, ef-
fective date May 8, 1985; 50 FR 31826, Aug. 6, 1985, effective date

Oct. 5, 1985]
: PRIORITY

1.451 The priority claim and priority decu-
- mexut in an internationsl application.

(a) The claim for priority must be made on the Re-
guest (PCT Rule 4.10) in & manner complying with
Section 110 and 201 of the Administrative Instruc-
tions.

o) Whenever the pnonty of an earlier United
States national application is claimed in an interns-
tional application, the applxcant may request im a
letter of transmittal accompanying the international
application upon filing with the United States Receiv-
ing Office or in & separate letter filed in the Receiving
Office not later than 16 months after the priority date,
that the Patent and Trademark Office prepare a certi-
fied copy of the national application for transmittal to
the International Bureaw (PCT Article 8 and PCT
Rule 17). The fee for preparing a certified copy is
stated in § 1.19 (2)(3) and (b)(1).

Rav. 1, Oct. 1985
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“(ey H‘a eeﬂiﬁed eupy aﬂhe ‘priority document is
e w:th me internations] applim-ﬁ
‘the priorit, npplicmon vm m@ed‘
in the' United States mid a rcqucst and app‘;
payment for préparation’ Yo' auch a cemf' ed copy doﬁ
not accompany the international application 'on filing
or are not filed within 16 months of the priority date,
the certified copy. of the priority document must be
fumxshed by the applicant to the International Buresu-
or to the United States Receiving Office within the
time limit specified in PCT. Rule 17. l(a) .,

(35 US.C. 6 15 USC. 1113, 1123) °
[47 FR 40140, Sepr. 10, 1982, éfféctive dste Oct. 1, 1981; para. (®),
47 FR 41282, Sept. 17, 1982, effective date Oct. 1, 1982; paras. (b)
&(c). 50 FR 9384, Mar. 7, 1985, eﬂw.vemmys ms]

o o REPRESENTATION ' '

Reyrmnmmn im: intemétiom! app!jm-

1455
tioms.

(a) Apphcants of mtema nal apphcatmns may be;:
represented by . attomeys X, a,gcnts hcen,sed to; prac-
tice. before the Paten ‘and ‘Trademark. (Office. or. by a-
common rcpresentatnve (PC".I.‘ Art. 49, Rulw 48 and-
90 and § 10.10). . e s

() Appmnunent of an. agmt, attomey Or common
representative (PCT ‘Rule 4.8) must be effected either
in the Reguest form, signed by all applicasits, or in &
separate power of attorney submitted either to the
United States Receiving Office or to the International
Bureau. ;

(c) Powers of attorney and revocatnons thereof
should be submitted to the Umted States Recenvmg
Office until the issuance of the international search
report.

(@) The addressee for correspondence will be as in-
dicated in Section 108 of the Administrative Instruc-
tions. :

[OMB Control No. 0651-0011)
[50 FR 5171, Mar. 7, 1985, effective date May 8, 1985]

TRANSMITTAL OF RECORD Cory

1.461 Procedures for transmittal of record
copy to the Imemationai Buresu.

(a) Transmittal of the record copy of the interns-
tional application to the International Buresu shall be
made by the United States Receiving Office.

(®) [Reserved]

(c) No copy of an international application may be
transmitted to the International Bureau, a foreign
Designated Office, or other foreign authority by the
United States Receiving Office or the applicant,
unless the applicable requirements of Part 5 of this
chapter have been satisfied.

{OMB Control No. 0651-0011]

h’"‘f’ (a) & (&), 50 FR 9384, Mar. 7, 1985, effective date May 8,
1985 «
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PCT Art: 2(xi).

*m)macmmmmymwmmmm:

PCT Rule 4.10(d), or considered not to have: been
niadé under-PCT Rule 4.10(b), the priotity date for
the purposes of compmmg time limits will be the date
of the ‘earliest valid remaining priority claim of the
international npplicatm, or 1f none. the mtemmwml
ﬁhngdate RN
{c)-When corrections under PC‘I‘ Art 11(2),

14(2) or PCT Rule 20.2(a)(i) or (iii) are timely mbmxt-
ted; and the date ‘of receipt of such corrections falls

Iatér’ thian one ‘yeir from the claimed priority date or -
dates the Recewmg Om shall procwd mder PCT

{OMB Comrol No. ossz-oon] "

1 471' Coﬂecﬁem md amendmem dmrmg
intemaﬁon} processing.

(a) ‘All ‘corrections subinitted to the Umted States

Receiving Office must be'in the form of replacement
sheets and be accompanied by a letter that draws at-
tention to the differences between the replaced sheets
and the replacement sheets, except that the deletion of
lines of text, the correction of simple typographical

errors, and one addition or change of not more than

five words per sheet may be stated in a letter and the
United States Receiving Office will make the deletion’
or transfer the correction to the international applica-
tion, provided that such corrections do not adversely
affect the clarity and direct reproducibility of the ap-
plication (PCT Rule 26.4).

(b)-Amendments of claims submitted to.the Interna-
tional Bureau shall be as prescribed by PCT Rule 46.

[OMB Control No. 0651-0011]

1.478 Changes in person, name, or address of
applicams and inventors.

All requests for a change in person, name or ad-
dress of applicants and inventor be sent to the United
States Receiving Office until the time of issuance of
the international search report. Thereafter requests for
such changes should be submitted to the International
Bureau.

[OMB Control o. 0651-0011]

R—61
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' Détori w W’fw

(a) Before embﬁ:hing the mﬁématiom! mﬂ
report, the Internations! Searching Authority shall de-
termine whether ' the interna ational spplication” com-
plies with the requifemmt of unity of invention as eet
foﬂhmPCTRuie l3andaasctfmhin§§l 141 and
1.146 except as 'modified below in this section.

(b) If the International Searching Autliority consid-
ers that the international apphcauon does not comply
with the requirement of unity of invention, it shall
inform the applicant accordingly and invite ‘the pay-
mem ‘of additional fees (note § L 445 mnd PCT Art..

gnven a ume penod in, accordance with PCT Rule;
40.3 to pay the addntlonal fees due.. _

{c).In the case of non-compixance wnth umty of in-
vention. and; where no. additional, fees are. paid, the
international search will; be.. perfm‘md of; the inven-
tion first. mentioned .(“main mveamon") in me eh:ms.

1:{d) Lack-of unity of: mvenmn,pmy be. dnwcaly &vi=-
dent before considering: the claima: in:relation to smy.
prior :art,. or :after. taking  the prior-art into consider--
ation, as where a document discovered: durmg the
search shows the:invention claimed in @ generic or
lmkxng claim lacks novelty or.is clearly obvious; leav:
ing: two:or more claims. joined - thereby: without_ a
common ' inventive concept. In such a: case the Inter-
national:Searching Authority may raise the objecmm
of lack of unity of invention.

{OMB Control No. 0651-0011] .

1.482 Protest to lack of unity of invention.

(a) If the applicant disagrees with thé holding of
lack of unity of invention by the International Sesrch-
ing Authority, additional fees may be paid under pro-
test, accompanied by a request for refund and a state-
ment setting forth reasons for disagreement or why
the required additional fees are considered excwswe,
or both (PCT Rule 40.2(c)).

(b) Protest under paragraph (c) of this section will
be examined by the Commissioner or the Commission-
er's designee. In the event that the applicant’s protest
is determined to be justified, the additional fees or a
portion thereof will be refunded.

{c) An appllcant who desires that a copy of the
protest and the decision thereon accompany the inter-
national search report when forwarded to the Desig-
nated Offices, may notify the International Searchmg
Authority to that effect any time prior to the issuance
of the intermational search report. Thereafter, such
notification should be directed to the International
Bureau (PCT Rule 40.2(c))-

[OMB Control No. 0651-0011]

Subpart D-—Reexamination of Patents
Source: 46 FR 29185, May 29, 1981, unless otherwise noted.
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chh& ‘of a pamcular patent. If the. citation is made by,
the. patent owner, the explamhon of pemncncy and
apphcab:hty niay include an explanation of how. the
clmm dnffer from the pnor art Crtatwns by the 3

requestér under enther § L 510 or §l
tergd in the ‘pa

ant to § 1.525 by persons other'than the patent owner,'”

under e1ther"§l 510 or’

(b)’ If t& ﬁergon i eg @ ;‘4”1”:“ o
her-ideatity to:be ‘excluded from: the' patent Aile ‘and

kepe confidéntial, the citation’ papers must be submit-

ted- without' any adcnnﬁutm of the perm makmg
the submission. -

(¢} Citation of patents o prmted pubhcmons by
the: public in ‘patent files should-either: (1) Reflect that
& copy ‘of the same ’'has been mailed-to the'patent-
owner st the addréss: as provided for in § 1:33(c); or
in’ the -event'serviceis not: pmsnble (2) be ﬁled wnth ;
the Office in duplicate.

REQUEST FOR REEXAMINATION

1.510 ... Reguest for reexamination, .

(a) Any. person. may, at any time during the period
of enforceability of a patent, file a request for reexam-
ination by the Patent and Trademark Office of any
claim of the patent on the basis of prior art patents or
printed. publications, cited under § 1.501. The request
must be accompamed by the fee for requesting reex-
amination set in § 1.20(c).

{b) Any request for reexammatton must mclude the
following parts:

(1) A statement pomtmg out each substantial new
guestion of patentability based on prior patents and
printed publications.

(2) An identification of every claim for which reex-
amination is requested, and a detailed explanation of
the pertinency and manner of applying the cited prior
art to every claim for which reexamination is request-
ed. If appropnate the party requesting reexamingation
may also point out how claims distinguish over cited
prior art.

(3) A copy of every patent or printed publication
relied upon or referred to in paragraph (b) (1) and (2)
of this section accompanied by an English language
translation of all the necessary and pertinent parts of
any non-English language patent or printed publica-
tion.

Bov, 1, Oct, 1585

ve 8. hemng on‘ the patencabdsty of any

MANUAL OF PATENT: BXAMINGNRG

IM@ i
| CrraTion oF PRIOR ART

(4) The entire specification (including
drawings of the patent for which reqmminmon is re-,
questsd it 56" fuinishedl ' the fosh of cut
copies of the original - patent' with' omly ;
column of the peinted: patent mmulymmwd or. ge-
produced in permanent formi. on one side of 8 separate
paper. A copy of any disclaimer, certificate of correc-
tion, or: recxamination : cemﬁcaae mmd m tlw pmm
must also. be included. .

(5) A certification’ that a copy af m reqmt ﬁled
byapemnotherthanthemtownerhmbeen
served i its entirety on the patent owner at the ad- .
dress-as provided for in § 1.33(c). The pame and ad-
dress of the party served must be indicated, If service
was-not: posmb!e, a; duphcate copy mnm be sumhed to
the Office. ..

) If- the request dm not mclude the fce for re-
questing reexamination or all of the. -parts, requised-by -
pm-agraph (b) .of this section, the person  identified as
requesting reexamination will be so notified .and given:
an opportunity to complete the Tequest, wn;hm 8 speci-
fied time. If the fee for requesting reesamination has
been paid but; the: defec;t m,t,he geqnw&zsuat correct-;

,, ’ e paid;
will be made dnd the- request ‘will be placed ‘in the
patent file as a citation if it complm wnth the rcqmre-'
ments of § 1.501(a).

(d) The filing date of the requmt is: (l) The date on
which the request mcludmg the entire fee for request-
ing recxamination is received in the Patent and Trade-’
mark Office; or (2) the date on which the: last portion
of the fee for requesting reexamination is received.

(©). A request filed by the patent owner, may in-
clude a proposed amendment in accordance with
§ 1.121(6).

() If a request is med by an attomey or agent lden-
tlfymg another party on whose, bebalf the, request is
being filed, the attorney or agent. must have a power
of attorney from that party or be acting in a repre-
sentative capacity pursuant to § 1.34(a).

[OMB Coutrol No. 0651~0011]
(35 US.C. 6 15 U.S.C. 1113, 1123)

(46 FR 29185, May 29, 1981; para. (a), 47 FR4!232 Sept. 17, 1982,
effective date Oct. §, 1982]

1518  Determination of the reguest for reex-
amination.

(a) Within three months following the filing date of
a request for reexamination, an examiner will consider
the request and determine whether or not a substan-
tial new question of patentability affecting any claim
of the patent is raised by the request and the prior art
cited therein, with or without consideration of other
patents or printed publications. The examiner’s deter-
mination will be based on the claims in effect at the
time of the determination and will become a part of
the official file of the patent and will be given or
mailed to the patent owner at the address as provided

R-—62




mem:‘ ‘ mg date of the examiners determinstio

§ 1.33().
- REEXALHNA‘HOM
1.525 Order t0 recnantne

(2) If a substantial new qwuon of patenmbnlnty is

found pursuant to § 1.515 or § 1.520, the determins-
tion will include an order for reexamination of the
patent for resolution of the questxon If the 6rder for
reexamination .resulted .from & petition ; pursuant: to

g % vf‘.»-c‘,cmfm; $EOn wﬂ] ordmanly be COB-
ducwd by @n examiner other than the examiner re-
sponsible for the initial &emrmumﬂon tmder §1. 515(a)

(b) If the order for recxammatnon of the patent

mailed to the patem owner at the address as provided
for in § 1.33(c) is retumed, to the Office undelivered,
the notice published in the Official Gazeste under
§ 1.11(c) will be considered to be constructwe notice
and reexamination will proceed.

1.530 Sﬁatement m amemdment B)y patent
owmer.

(a) Except as provided in § 1.510(e), no statement
or other response by the patent owner shall be filed
prior to the determinations made in accordance with
88 1.515 or 1.520. If a premature statement or other
response is filed by the patent owner it will not be ac-
knowledged or considered in meking the determina-
tion.

R—63

(e)m.req\mm Mrcmwb apetmou:w
: isione: umum withinonemoathoff

ing reexnss rmmmmnmmtmmply
wzthﬁllsl(b) Ifmmmumelyﬁledonﬁhe;
decigion on. petition affirms that no substantisl. new -
qwﬁonofpatmmbnmyhasbmrmd, thedeterm«~

o thie’ patent own. ‘fat the aﬁdtess a8 provnded for in

TSRV (PR 18801

(b) The mﬁwfw sexamination wil set 8 paidd m*a

pntents or pmted pubhcamm either alme or in my

reasonable combinatione - Any statement filed must be
served upoa the reexammmon mquemr in wcom
ance with § 1.248. - - -

-(d) -Any proposed - amendmenm to: the dmnpmu
and  claims must ‘be: made: in- accordance’ with
§1.121(f). ' No amendment ‘may enlarge the scope of
the claims of the patent or introduce new matter. No
amendedormwdaxmsmaybeprmedfmmm
an’ expired ‘patent. ' Moreover; no amended ot ‘new
clmmswﬂlbemotpomwdmtoﬁxepmembywuﬁ :
catexmwda&ermeexmmﬁm of the:patent. -

(e)fAlthmgh tbg om scuous wnll tmat pwpmedf

§1.530 may be filed by the xeexammatuon reqwm',
within two meonths from the date of service of the
patent . oWRer's. statement. Any reply by the requester
must be served upon the patent owner in accordance

the reexannmtnon requester will be

1.540 Cm&mﬁan @f msmmm

The failure to timely. file or serve the documems set
forth in § 1.530 or in § 1.535 may result in their being
refused comsideration. No submissions other than the
statement pursuant to §1.530 and the reply by the re-
quester: pursuant to § 1. 535 wnll be. consndered prior to
examingtion. - °

1.560  Conmduct of reexamimﬁm prmeedinm.

(a) All reexamination proceedmgs, mcludmg any
appeals to. the Board of Patent Appeals and Interfer-
ences, will be. conducted with special dnspatch within
the Office. After issuance of the reexamination order
and expiration of the time . fox -submitting any re-
sponses thereto, the examination will be conducted in
accordance with §§ 1.104-1.119 and will result in the
issuance of a reexamination certificate under § 1.570.

(b) The patent owner will be given at least 30 days
to respond to any Office action. Such response may
include further statements in response to any rejec-
tions and/or proposed amendments or new claims to
place the patent in a condition where all the claims, if
amended as proposed, would be patentable.

(c) The mne for takmg any action by a patent
owner in & reezamination proceeding will be extended
only for sufficient cause, and for a reasomable time
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1988 .,
epecified.: Any request for such: extension must . be

filed om0 before the .day oa . which; action by the.
patent: owner:is due;, but in mo: cssewill: the mere

filing of the raquest effect eny extension,

+(0) I the patent owner.fails tofile  timely and gp-
reapome toanyOfficeacuon, thereemm-f

pmprh&e

of Office acticns issued dusing the reexemination peo-

ceeding. Any document filed by the: patent: owner

must be seeved on-the requester in: the manner provid-
ed: in §1.248. The document must reflect service or.

thcdocmmtmyherefuwdmdermbym,
Office.. The active perticipation -of the recxaminstion :
requester ends with the reply: pursuant to §:1.535, and:
0o further: submissions on behalf: of the reexamination:
refjuester; will - be. acknowledged or considered. -Fur-.
ther, no submissions on behalf of any third parties will.

beaclmowkedgedormwda%uulmamhmbm

mm(l)mmordmewﬂhﬁlﬂ@m&)mu
in the: patent file' prior to.the date of the order:to re-:
exsmine pursuant to §:1.525. Submissions by:third per--
ties, filed after the date of the order to reexamine pur-.
suant to § 1.525, must meet’ the reqmremenm of gnd

i@).

wﬂlbemtedmaccordancemth§t"
(35USC6,PubL97-247)

[46 FR 29185, May 29, 1981; para. (¢), 49 FR 556, Jau. 4, 1984,

effective 'date Apr.’ 1, 1984; pm&(a),wmnwﬁ Dec 12, 1984,
emmvedml?eb 1, 1985)
ope of reexamimﬁon in reemﬂm
Ags. .
(a) Patem clmms will be reexammed on the basns of
patents or pnnted publications. ¢
(b) nded or new-claims presented during a re-
j m proceeding must not enlarge the scope of
thcclmmsohhepatentandwﬂlbeexammedmme
basis -of patents or printed publications and also for
compliance with the requirements of 35 U.8.C. 112
and the new matter prohibition of 35 U.S.C. 132. .-
(c) Questions other than those indicated in para-
graphs (a) and (b) of this section will not be resolved
in a reexamination proceedmg If such questions are
discovered durirg a reexamination proceeding, the ex-
istence of such quest:om will be noted by the examin-
er in an Office action, in which case the patent owner
may desire to consider the advisability of filing a re-
issue application to have such questions consrdemd
and resclived.

1.585 Duty of disclosure in resxamination pro-

(a) A duty of candor and good faith toward the
Patent end Trademark Office rests on the patent

owner, on each attorney or agent who represents the-

patent owner, and on every other individual who is
substantwely involved on behalf of the patent owner

in & reexaminstion proceeding. All such individusls
who are aware, or become aware, of patents of print-

Baw. §; Get, 1965

;wﬂlpwceedtomuencemﬁuzeum;.
ﬁl.Sthcomdmemththeanofme'

(e)TMmamauonmqumarwﬂlbemtcomi

MANUAL OF PATENT EXAMINING PROCEDURE

havenotbeenprekusly madeofrecordmtbem:
file must being such. patents os:printed publications

the; attention of the Office. Anmfbmmmmm::ef
statement, . prefesably - in: accordance. : with . § 1,98,
shouldbeﬁledvmhm two: nwmlm wfthgdmoﬂhef

sible:in owet»m-hms smh patmts or. pmmad pubhca-;
tions to the atteation of the Office. ;

(b) Disclosures pursuant to thissecnommusthe ac-
companied: by a copy-of eéach: foreign: patent docu-
ment or ton-patent: printed publication which is being
disclosed or by. & statement that the copy is not in the
possession of the person making: the' disclosire: and
may be made. to the Office through an sttorney. or
agent having responmbﬂxty on 8 ﬂw patent
owner for the reexamination proceeding or through a
patent owner actifig-ifi’ his of her- owuﬁelwf Disclo-
sure to such an’tttomey, “agent of pa ‘owier shi

mxbnhty ; for comphance wntb this sec-
tion. rests, upon the. individuals identified in pmagmph
(a) of this section .and no evaluation will be. made in
the reexamination proceedmg by the Ofﬁce as to
compliance with this section. If questions of comph-
ance with this section are discovered during a reex-
amination proceedmg, they. will be noted as unre-
solved qumtnons in accordance wnth 8 l 552(c)

(35USC. 6 Pub. L. 97-247) :
{47 FR 21752, May 19, 1982, effective. date July l, 1982 paras. (a)
& (@), 49 FR 556,, Jan. 4, 1984, effective date Apr i, i984] ‘

lom‘

(@) Interwcws in reexammatlon pmceedmgs pend-
ing before the Office between e'xammers and the
owners of such patents or their attorneys or agents of
record must be had in the Otﬁce at such tlmes, within
Office houm, as the respective examiners may desig-
nate. Interviews will not be permntwd at any other
time or place without the authority of the Commis-
sioner. Interviews for the discussion of the patentabil-
ity of claims in patents involved in reexamination pro-
ceedings will not be had prior to the first official
action thereon. Interviews should be arranged for in
advance. Reqguests that reexamination requesters par-
ticipate in imterviews with examiners will not be
granted.

(b) In every instance of an interview with an exam-
iner, a complete written statement of the reasons pre-
sented at the interview as warranting favorable action
must be filed by the patent owner. An interview does
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wmmwes,thenwmtymmpwmmmf

tiomasspeclfiedm § 1111,
1.865 ... Concurrent office pre
(&) In any reexamination

Office to any prior or:comcurrent:procéedings
which the patent is or was mvolved such‘w m@erfet

ences, rehsue.}reexammm or \tmu’on a?nd_ the re-.

RE

Where merger of a reissue application ‘and a reexim:

ination pmceedmgwordeted, the merged: exa?gmmu

2 Sy
the ‘pendéncy of the merged

‘ et’sachomand aiy respomwbyth patentownerm;f

i will - ”‘boththeremuc‘{‘
application end’ the" feeRamination’ proceeding and’ be
physically enteréd itito’ botb files. Any reexamination’
proceeding merged  with'a' reissue’ apphcatnon shall be_~

terminated by the grant of the reissued patent T
(€) If a patent in the- pmcw of reexamination is or

becomes involved in an’ mtcrfereuce, the Commssmn-’f
er miay stay reexamination or the mterferenoc Thej
Commissionier will not consider & request:to ‘stay am

interference unless 2 motion (§.1.635) to stay the inter-

ference has been presented to, _and denied by, an. ex- .

amigier-in-chief and the’ request is fil
days of a decision by an examiner-in-chief denymg the
motion for a stay or such mher t:me as the examiner-
in-chief may set. - '

[46 FR 29185, May 29; 1981; peres. () & (d), 47 FR 21753, May

19, 1982, effective date July 1, 1982; perds. (b) & (e), 49 FR-48416,

Dee. 12, 1984, 50 FR 23123, May 31, 1985, effective date Feb. 11,
1965}

Csnnmcxm
1.570 Issuance of reexamination certificate
after reexamination proceedings.

(a) Upon the conclusion of reexemination proceed-
ings, the Commissioner will issue a certificate in ac-
cordance with 35 U.S.C. 307 setting forth the results
of the reexamination proceedmg and the content of
the patent following the reexamination proceeding.

(b) A certificate will be issued in each patent in
which a reexamination proceedmg has been ordered

N RULES -
- under; §1:525. «Any  etatutory

procesding before the
mmammmmwzmmm ofma‘
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patentwwwﬁibemmﬁbfm : '

(c)mmmmmmﬂedmmmyofm
date :to the patent owner at the address as’ provided
for. in.§:1.33(c).: A copy of the certificate will also be
mmledto the requester of the reexamﬂmm prowed-'

(d)lfacemﬁcmhmbeenmwdwﬂmhmhaﬂ
of the claims of the patent, no further Office proceed-
nngswﬂlbecmductedwmhregmdtomatpmtor
any: reissue applications or reegamination requests re-
lating thereto.

.{e) If the reexamination proceeding:is terminated by
the granmfarmwdpatentwpm%dmﬁlﬁﬁ(d)
the. reissued : patent; will: constitute: the : reexamination
certificate required by this: section and: 3§ U.S.C. 307.

-(f) A notice of theissuance of each cestificate under
thn@secuonwﬂlbepubllshedmthe Oﬁicaaiﬁmue on
mdateofmmme. ; ¥

[46 PR :29185, Mﬁy 29. l98¥
effective date July 1,:1982

' (e 47FR21753 May 19 1982,

“ifk pat
ferencm im the Patent and Trademark‘fﬂﬂ' ce. This -
subpart: ghall be ‘construed 'to ‘sécure: the just, speedy,
and inexpensive determination-of- every ‘interference:
For the: meamng of terms in: thie: Federal Rules of Evi- -
dence