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PATENTS

PART 1—RULES OF PRAC’HCE IN PATENT

lIO

- CASES «
Subpart A—General Proviglons

GENERAL INFORMATION AND CORRESPONDENCE

All communications to be addressed to Commlssxoner of Pat-
ents and Trademarks.

Business to be transacied in writing.

Business to be conducted with decorum snd courtesy.

Nature of correspondence.

Identification of application, patent or registration.

Receipt of letters and papers.

. Times for taking action: Espiration on Saturday, Sunday or

Federal holiday.
Certificate of mailing.
Definitions.
Filing of papers and fees by “Espress Meil" with certificate.

Rl-:coms AND FILES OF THE an‘r AKD TRADEMARK OFFICE

Files open to the public.

Assignment records open to public inspection.
Copies and certified copies.

Patent applications preserved in secrecy.
Requests for identifiable records.

FEES AND PAYMENT OF MONEY

Naztional application filing fees.

Patent application processing fees.

Patent issue fees.

Document supply fees.

Post-issuance fees.

Miscellaneous fees and charges.

Fees payable in advance.

Method of payment.

Coupons.

Deposit accounts.

Refunds.

Statement of status as small entity.

Effect on fees of failure to establish status, or change status,
as a small entity.

Subpart B—National Processing Provisions

PROSECUTION OF APPLICATION AND APPOINTMENT OF ATTORNEY

1.31
1.32
1.33

1.34
1.36

OR AGENT

Applicants may be represented by an attorney or agent.

Prosecuiion by assignee.

Correspondence respecting pateat applications, reezamination
proceedings, and other proceedings.

Recognition for representation.

Revoestion of power of attorney or suthorization; withdraw-
s} of attorney or agent.

Wuo MAY APPLY FOR A PATENT

Applicant for patent.

When the inventor is dead.

When the inventor is insane or legally incapacitated.

Proof of authority.

Joint inventors.

Assigned inventions and patents.

Filing when an inventor refuses to sign or cannot be reached.
Correction of inventorship.

THE APPLICATION

General requisites of an application.
Language, paper, writing, margins.
Serial number, filing date, and completion of application.

Y

1.57
1.58
1.59
1.60

1.61
1.62

1.71
1.72
1.73
1.74
1.75
1.77
1.78

1.79

1.81
1.83
1.84
1.85
1.88

1.91

1.92
1.93
1.94
1.95
1.96

1.101
1.102
1.103
1.104
1.105
1.106
1.107
1.108
1.109
1.110

L111
1.112
1.113

Parts of application to be filed together; filiag receipt.
Claim for foreign priority.
Duty of dmclosure. fraud; mikms of mpcm of applwa-

[Rmtved]

Chiemical and mathematical formulas aad cables.

Papers of application with filing date aot to be returned,

Continuing or divisional application for imveation disclosed in
a prior application.

Filing of applications in the United States of America as a
Degignated Office.

File wrapper continuing procedure.

OaTH OR DECLARATION

Osth or declaration.

Person making oath or declaration.

Officers authorized to administer oaths.
Supplemental oath or declaration.
Declaration in lieu of oath.

Foreign language ogths and declarations.
Oath or declmtlon under 35U S C 37!(c)(4)

Spscmc.tmos .

Detailed description and specnﬁcatxon of the mvenuon

Title and abstract.

Summary of the invention.

Reference to drawmgs

Clairn(s).

Arrangement of application elemerits.

Claiming benefit of earlier filing date and cross-references to
~ other applications.

Reservation clauses not permitted.

THE DRAWINGS

Drawings required.
Content of drawing.
Standards for drawings.
Informal drawings.

Use of old drawings.

MobpELS, EXRIBITS, SPECIMENS

Models not generally required as part of application or
patent.

Model or exhibit may be required.

Specimens.

Retura of models, exhibits or specimens.

Copies of exhibits.

Submission of computer program listings.

INFORMATION DISCLOSURE STATEMENT

Filing information disclosure statement.
Content of information disclosure statement.
Updating of information disclosure statement.

EXAMINATION OF APPLICATIONS

Order of examination.

Advancement of examination.

Suspension of action.

Nature of examination; examiner’s action.

Completeness of examiner’s action.

Rejection of claims.

Citation of references.

Abandoned applications not cited.

Reasons for allowance.

Inventorship and date of invention of the subject matter of
individual claims.

ACTION BY APPLICANT AND FURTHER CONSIDERATION

Reply by applicant or patent owner.
Reconsideration.
Final rejection or action.
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1116
1.137
1.118
1119

Li21
1.122

1123
1.124
1125
1126
1127

1131
1.132

1.133

1134
1.135
1.136

1.137
1.138

1.141
1.142

1.143

1.144
1.145
1.146

1.151
1.152
1.153
1.154
1.155

1.161
1.162
1.163
1.164
1.165
1.166
1.167

1.171
1.172
1.173
1.174
1.175
1.176
1.177
1.178
1.179

1.181
1.182
1.183
1.184

WM OF PATENT EXAMINING PROCEDURE

dmandeant:

AFFIDAVITS OVERCOMING REJECTIONS

Affidavit or declaration of prior inveation to overcome
cited patent or publicetion.
Affidavits or declarations traversing grounds of rejection.

INTERVIEWS
Interviews.

TiME FOR RESPONSE BY APPLICANT; ABANDONMENT OF

APPLICATION

Time period for response to an Office action. :

Abandonment for feilure to respond within time period.

Filing of timely responses with petition and fee for esten-
mofnmemdextennomofhmeforcause

Revivel of sbendoned application.

Ezprese ebandonment.

Jomvmwmvmonsmmzmwmm Rrsmnmon

Different inventions in one application.
Requirement for restriction. .
Reconsideration of fequirement. .
Petition from reqmrement for restriction.
Subsequent presentation of claims for different invention.
Election of species.

DESIGN PATENTS
Rules applicable.
Drawing.
Title, description and claim, oath or declaration.
Arrangement of specification.
Issue and term of design patents.

PLANT PATENTS

Rules applicable.
Applxmnt. cath or declaration.

REISSUES

Application for reissue.
Applicants, assignees.
Specification.
Drawings.
Reisgue oath or declaration.
Exsmination of reissue.
Reissue in divisions
Original patent.
Notice of reissue application.
PETITIONS AND ACTION BY THE COMMISSIONER

Petition to the Commissioner.
Questions not specifically provided for.

Suspension of rules.
Reconsideration of cases decided by former Commissioners.

APPEAL TO THE BOARD OF PATENT APPEALS AND INTERFERENCES

1.19%
1.192
1.193

Appesl to Board of Patent Appeals and Interferences.
Appellant’s brief.
Examiner’s answer.
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1.248

£.291
1.292

1.293
1.294
$.295
1.296

1.297

Decimubythem'doﬁ’atem Appedsmd lmerfercnceo

Action following decision.
Reopening after decision,

Mmmmm Pnovnswm

Service 6f Papcn, manner, of service; ‘proof of service in
cases other than interferences.

PROTESTS AND PUBLIC USE PROCEEDINGS

Protests by the public against pending applications.
Public use proceedings.

STaTUTORY INVENTION REGISTRATION

Statutory invention registration.

Enamination of request for publication of & stetutery inven-
tion registeation and patent epplicetion to which the re-
quest is directed.

Review of decision finally refusing to publish a statutory in-
vention registration.

Withdrawal of reguest for publlcatxon of statutory invention
registration.

Publication of statutory invention registration.

REVIEW OF PATENT AND TRADEMARE OFFICE DECISIONS BY

1.301
1.302
1.303
1.304

8311
1.312
1.313
1.314
1.315
1.316
1.317
1.318

1.321

1.322
1.323
1.324
1.325

1.331
1.332
1.333
1.334
1.335

1.351
1.352

1.362
1.363
1.366
1.377

1.378
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COURT

Appe&l to U S. Court of Appeals for the Fedeml Circuit.
Notice and reasons of appeal.

Civil action under 35 U.S.C. 145, 146, 306.

Time for appeal or civil action.

ALLOWANCE AND ISSUE OF PATENT

Notice of allowance.

Amendments after allowance.

Withdrawal from issue.

Issuance of patent.

Delivery of patent.

Application ebandoned for failure to pay issue fee.

Lapsed patents; delsyed payment of balance of issue fee.

Notification of nationsl publication of a patent based on an
international application.

DisCLAIMER
Statutory disclaimer.
CORRECTION OF ERRORS IN PATENT

Certificate of correction of Office mistake.
Certificate of correction of applicant’s mistake.
Correction of inventorship in patent.

Other mistakes not corrected.

ASSIGNMENTS AND RECORDING

Recording of assignments.

Receipt and recording.

Conditional assignments.

Issue of patent to assignee.

Filing of notice of arbitration awards.

AMENDMENT OF RULES _

Amendments to rules will be published.
Publication of notice of proposed amendments.

MAINTENANCE FEES

Time for payment of maintenance fees.

Fee address for maintenance fee purposes.

Submission of maintenance fees.

Review of decision refusing to accept and record payment
of a maintenence fee filed prior to expiration of patent.

Acceptance of delayed payment of maintenance fez in ex-
pired patent to reinstate patent.
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i 40!
1.412
1413
1.414"
1415

1.421
1.422
1.423
1.424
1.425

1.431
1.432
1433

1.434
1.435-
1436,
1.437
1438 T

1445

1451

1.465
1.468

1.471
1.475

1.481

1.482

Pwvhiou

... GENERAL INFORMATION .

W‘MWWMMWMTW ,

. The Usited States Receiving Office, .
“Thie Uniterd Soites Thternational Searchmg Amhonty
mumsmmmmomoe

Wito May FILE AN INTERNATIONAL Amncanon

Applicant for international applicamu.

When the izveator is dead.

When the inventor is uuane or legnlly mmmed
Joint imventors. -

Fulmg by other than inventor.

TeE INTERNATIONAL Anucnnow

Imternstions] application requirements. .-
Designation of States and payment of dengmmn feea
Physical sequirements of mtemanoml app!mon

FEES

vlmmmmalapphmnonﬂhngandprocmngfm Cee
Refond of - mtemanonal apphcauon ﬁ!mg and procesmng,

= fas. n .
o , B Pmonmr L
The priority cleim end priority document in an international
REPRESENTATION ]
Representation in international applications.
TranNsMITTAL OF Recorp Cory

Procedures for transmittal of record copy to the Interna-

tioaal Bureau.
TIMING. :
Timing of application processing besed on the priority date.
Delays in mesting time limits.
AMENDMENTS

Corrections and smendments during international process-
Chlﬂn:%& in persom, name, or address of applicants end in-

ventors.

UNITY OF INVENTION

Determination of unity of invention before the International

Searching Authority.
Protest to lack of unity of invention.

Subpert D—Reexaminstion of Patents
CITATION OF PRIOR ART
Citation of prior art in patent files.
REQUEST FOR REEXAMINATION

Request for reexamination.

Determination of the request for reexamination.
Reexsmination at the initiative of the Commissioner.

REEXAMINATION

Order to reexamine.

Statement end amendment by patent owner.

Reply by requester.

Consideration of responses.

Conduct of reexamination proceedings.

Scope of reexamination in reexamination proceedings.
Duty of disclosure in reexamination proceedings.
Intesviews in reexsmination proceedings.

Coacurrent office proceedings.

1.570

1.60t
1.602
1.603

1.604

1.605
1.606

1.607
1.608

1.609
1.610

1.611
1.612
1.613

1.614
1.615

1.616 Sancti

1.617
1.618

1.621
1.622 -

1623

1.624
1.623
1.626
1.627

1.628
1.629
1.630
1.631
1.632

1.633

1.634
1635

1.636
1.637
1.638
1.639
1.640

1.641
1.642
1.643

1645
1.646
1.647
1.651

1.652
1.653
1.654
1.658
1.656
1.657
1.658
1.65%
1.660
1.661

Interference between apphcatwm. subject; matter of the in-

Reguest for mtefference betwecn appllcmom by an npplu-
cant.

Suggestion of claim to npphcam by examiner..

Interference between am application and & patent. subject
matter of the interference. - . )

Reguest by applicent for interference with patent.

Interference . between an: application' and a patent, prima
Jacie showing by applicant. .

Preparation of intefference papers by examiner. -

Assignment of interference to exammer-m-chlef time period
for completing interference.

Declaration of interference.

Access.to applications. -,

Lead attorney, same attorney reprmntmg different parties
in an inteeference, witlidrawal of attorney or agent.

Jurisdiction over interference.

Suspemwn ‘of ‘e ex ‘parie pﬂmcuudn
for failure to comply. with.rules or order.

Retumofunanthonzedpapers o T

Préliminsry statement, time for filing; notice of filing.

Preliminary statemmt, who made! invention, whére inven-
;- tion made,, . -

Prelnmmary statcment, mventlon made in Umted Smes

Preliminary statement; invention made abroad.
Preliminary statement; derivation by ai opponent

Preliminary statement; earlier application.

‘Prelxmmary smanent, sca.lmg before filing, opening of state-

ment..

, Prehmmary swancnt, correctlon of error.

Eﬂ'ect of prelxmmary statement.

Reliance on earfier applxcatton

‘Access to prebmmary statement, service of preliminary
statement.

Notice of intent to argue abandonmem, suppression, or con-

. cesiment by opponent.

Preliminary motions.

Motion to correct inventorship.

Miscellaneous motions.

Mcmons, time for filing.

Conteént of motions. : )

Opposition and reply, time for filing opposition and reply.

Evidence in support of motion, opposition, or reply.

Motions, hearing and decision, redeclaration of interference,
order to show cause.

Unpatentability discovered by examiner-in-chief.

Addition of application or patent to interference.

Prosecution of interference by assignee.

Petitions in interferences.

Extension of time, Iate papers, stay of proceedings.

Service of papers, proof of service.

Translation of document in foreign language.

Setting times for discovery and taking testimony, parties en-
titled to take testimony.

Judgment for failure to teke testimony or file record.

Record and exhibits.

Final hearing.

Matters considered in rendering a final decision.

Briefs for final hearing.

Burden of proof as to date of invention,

Final decision.

Recommendation.

Notice of reexamination, reissue, protest, or litigation.

Termination of interference after judgment.
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Requm for entry ofndvenepdm reimue filed by pat-

Smm of claim of defented apphmtmermerference
*ction after intetference. ‘

Second interference. ‘
Fihmaofmterfermmﬂmtw
Evndememmteomplymtkmh

. Manner of taking testimony.. .

674 “Pemubefwewb«ndcpociﬁmmyhemm o
678 anmmuon of wmleu, mdmg and signing transcipt of

* deposition.
1.676 Certification and ﬁlmg by officer, marking exhibits.
:g‘% ;"_orm of a t;femcﬂpt depom;x:n

X ransceipt of deposition muet be filed.
1.679 Inspection of transcript. : '
1.682 Official records and printed publicatioss.
683 Testimony in another interference, procendiag, or action.
684 Testimony in a foreign countsy.

685 Errors and u-teguiantm in depositions.

3-%2%5?.%%
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Aumoam 38 U.S.C. 6, unless otherwise noted.
Sounce: 24 FR 103327Dec 22, 1959, wrlem otherwige noted,

Subpart A~Cenersl Provisions
GENERAL INFORMATION AND CORRESPONDENCE

(@) All kettem and other communi -
fortbePateutdemdemarkOﬁicemmbeade
dressed to “Commissioner of Patents amd Trade-
marks,” Washington, D.C. 20231. When appropriate,
a letter should also be marked for the attention of a
particular officer or individual,

(b) Letters and other communications relating to
international applications during the international
stage and prior to the assignment of a national serial
number should be additionally marked “Box PCT.”

(c) Requests for reexamination should be additional-
ly marked “Box Reexam.”

(d) Payments of maeintenance fees in patents and
other communications relating thereto shouid be addi-
tionally marked “Box M. Fee.”

(e) Communications relating to interferences and
applications or patents involved in an interference
should be additionally marked “BOX INTERFER-
ENCE.”

Note: Sections 1.1 to 1.26 are applicable to trademark cases as
well s to national and international patent cases escept for provi-
gions specifically directed to patent cases, See § 1.9 for definitions
of “nstional application” and “international application.”

(Pub. L. 94-131, 89 Stat. 685)

[46 ¥R 29181, May 29, 1981; para. (4) added 45 FR 34724, Aug. 31,
1984, effective date Wov. 1, 1984; para. (€), 49 FR 48416, Dec. 12,
1984, effective dute Feb. 11, 1985]

1.2 Business to be transucted in writing,
All business with the Patent and Trademark Office

should be transacted in writing. The personal attend-
ance of applicants or their attorneys or agents at the

Patent and Trademark Office is unnecessary. The
action of the Patent and Trademark Office will be
based exclusively on the written record in the Office.
No attention will be paid to any alleged oral promise,
stipulation, or understanding in relation to which
there is disagreement or doubt.

Rev. 1, Oct. 1985

MANUAL OF PATBNT EXAH!N[NG PROCEDURE

1.3 Bminess to be conducted with decorm

Applicants and their ‘sttorneys” or agents are re- (
quired ‘to condict théir business with ‘the Patent and =~ \
Trademagk Office with ; cburtesy ‘Papers
presented in violation of this requirement will be sub- -
mitted to the Commissioner and:will be returned by
his direct order. Complaints . agamst examiners and
other empioyees must be made in. commumcat:ons

separate from other papers.
1.4 Nature of correspondence.

(a) Correspondence wnth the Patent and Trademark
Office comprises:

(1) Correspondence relating to services and facili-
ties of the Office, such as general inquiries, ‘Tequests
for pubhcatxons supplied by the Office,. orders for
printed copies of patents or trademark regmtmuons,
orders for copies of records, transmission of assngn— '
ments for recording, and the like, and "~ "

{2) Correspondence in and relatmg to a partlcular
applmatmn or other proceedmg in the Ofﬁce See par-

B, §§ 1.31 to 1.352; of international apphcatlons in
Subpart C, §§ 1.401 to 1.482; of reexamination of pat-
ents in Subpart D, §§ 1.501 to 1.570; of interferences
in Subpart E, §§ 1.601 to 1.688; and of trademark ap-
plications §§ 2.11 to 2.189.

(b) Since each application file should be complete
in itself, a separate copy of every paper to be filed in
an spplication should be furnished for each applica-
tion to which the paper pertains, even though the
contents of the papers filed in two or more applica-
tions may be identical.

{c) Since different matters may be considered by
different branches or sections of the Patent and
Trademark Office, each distinct subject, inquiry or
order should be contained in a separate letter to avoid
confusion and delay in answering letters dealing with
different subjects.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)

f24 FR 10332, Dee. 22, 1959; 43 FR 20461, May 11. 1978; para. (a).
48 FR 2707, Jan. 20, 1983, effective date Feb. 27, 1983; para. (a), 49
FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

1.5 Identification of application, patent or reg-
istration,

(@ When a letter comcerns an application for
patent, it should state the name of the applicant, the
title of the invention, the serial number or internation-
al application number of the application, the date of
filing the same, and, if known, the group art unit or
other unit within the Patent and Trademark Office re-
sponsible for considering the letter and the name of
the examiner or other person to which it has been as-
signed.

(b) When the letter concerns a patent, it should
state the number and date of issue of the patent, the
name of the patentee, and the title of the invention.

R—6




the number and date of the certificate;':
{d) A letter relatmg to a reexmmnatnon

should identify it as such by the number of. the, patent:

undergoing reexamination, the reexammatxo rcq\mt
corntrol number assigned to. such  pro '

known, the group art unit and name of the exammetf'

to which it has been assigned. .

(e) When & paper conceins an' mterference, lt-:‘
should state the nimes of the parties and the’ mxmber ‘

of the mterference The name of the éxamineér-

assigned to the interference (§.1.610).and the. name of
the party filing the paper should appear compxcuously'

on' the first page of the paper. -

(Pub. L., 94131, 89 Stas. 685; 38 US.C. 6, Pub. L. 97-2¢1)
[24 FR 10332, Dec. 22, 1959; 46.FR 29181, May 29, 1983; para. (2) -
49 FR 352, Jen. 4, 1984; effective. date Apr. 1, 1984; pam. {e):: 49."

FR. 48416; Dec 12,1984, effective date. Feb. i, 1%5}

1.6 ‘Receipt o“eﬁm and myen. e
(a) Lettem and other papers recenved in the P

and Trademiark Office are’ stamped with the date ‘of

réceipt ‘except whete such letters and papers.are fil

in. 2ecordance with . § 1.10. . Any such. letters and -
papers filed in accordance with § 1. 10 will be stamped -
with the date of deposit as “Express Mail” with the
) United ‘States Postal Service unless the date‘of dcpusxt‘ '
‘ ’a’ Saturday, Sunday, or Federal holiday within the
District .of Columbia in which case the date stamped .

will be the next succeeding day which is pot-a Satur-

day, Sunday, or Federal holiday within the District of

Columbia. No papers are received in the Patént and
Trademark Office on: Saturdays, Sundays or Federal
holidays within the District of Columbig. . :

(b) Mail placed in the Patent and decmark Oi'f ice
pouch . .up to midnight on weekdays, excepting Satur-
days and federal holidays, by the post office at Wash-
ington,: D.C., ‘serving the Patent and Trademark
Office, is..considered as having been received in the
Patent and. Trademark Oft'cc on. the day it was so
placed in the pouch. -

(c) In addition to bemg mmled or delnvered by hand
during . office hours, letters and other papers may be
deposited up to midnight in a box provided at the

guard’s desk at the lobby of building 3 of the Patent

and Trademark Office at Crystal Plaza, Arlington,
Virginia and at the main entrance (14th Street) of the
Department of Commerce = Building, Washington,
D.C., on weekdays except Saturdays and Federal
holidays, and all papers deposited therein are consid-
ered as received in the Patent and Trademark Office
on the day of deposit.

(d) If interruptions or emergencies in the United
‘States Postal Service which have been so designated
by the Commissioner occur, the Patent and Trade-
ark Office will consider as filed on a particular date
" in the Office any paper or fee which is: (1) Promptly
filed after the ending of the designated interruption or

R—7

plication. A - letter. relating 10 mkemek«ed trademark
shouMWyitbythemmeaﬁhewmﬁntmdbyi

réon not ' regnstered t0 pmc
txcc before the Patent and Trademark Ofﬁoe ) ’

[48 Ja ’1933 eﬂ‘ecuve date Feb 21 ms a8 FR
4285, Jan. 31, 1983; 48 FR 4285, Jan. 31, 1983; para. (a). 49mssz,
Jan. 4, 1984 eﬂ'ecnve date Apr l 1984]

1.7 Times for taking mﬂ&n- Expimﬂm on
Saturday, Sunday or Federal holiday. :

Whenever periods of time are’ specnﬁed in’ this part
in'days, calendar’ days are interidéd. When the day, or
the last day fixed by statute or by of under’ this ‘part’
for taking any action or paymg any fee in the Patent
and Trademark "Office falls ‘on’ Saturday, S!mday, or
on a Federal hbliday _v_wthm tﬁe Dlstrnct of Colnmbm, :

@ Except m t_he cass enmﬁerated” bel_ papers'
and fees 1 1

sidered as bemg txmely filed if: (l) The are addressed
to the Commlssmner of Patents and Trademarks,
Washmgton, D.C. 20231, and deposnted thh the U.S.
Postal Service with sufficient postage as first class
mail prior to expnratton of the ‘set penod and @
They also include a certificate for ‘each paper or fee
stating the date of deposit. The person signing ‘the
certificate should have reasonable basis to expect: that
the correspondence would be mailed on or before the
date indicated. The actual date of receipt of the paper
or fee will be used for all other purposes. Thls proce-

dure does not apply to the followmg '

@) The filing of a natnonal patent appllcatnon specifi-
cation and drawing or other papers, for the purpose of
obtaining an application filing date; .

(ii) The filing of trademark applications;

(iii) The filing of agreements between parties to an
interference under 35 U.S.C. 135(c); . :

(iv) The filing of an affidavit showing that a mark
is still in use or containing an excuse for nonuse under
section 8 (a) or (b) or section 12(c) of the Trademark
Act, 15 U.S.C. 1058(a), 1058(b), 1062(c);

(v) The filing of an application for renewal of a
mark registration under section 9 of the Trademark
Act, 15 11.8.C. 1059;

(vi) The filing of a petition to cancel a registration
of a mark under section 14 (a) or (b) of the Trade-
mark Act, 15 U.S.C. 1064(a), 1064(b);

Rev. 1, Oct. 1985
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(V“)“wmmsofanamdamummnonls sub—

(d)‘A smallwbumm ‘concern s as md in this chmwr"r

. mmybwmmmnmdeﬁmdbyﬂww--:

iom in:13 CFR! 121,12 -For the

S.C. 141 o
1§ ._,Us.C. 1071(1)(1)-‘ ,39.-_ wther Wty
. appealto‘.;tnl,w 4

under 35 U.S.C. 142 or a notice of appeal under sec-
tion ‘21(@X2) of the Trademark Act, 15 Us.C.
1071(e)(2);

(x) The filing of a statementv upder 42 U S C 2!82 ;

or 42 U.8.C. 2457(c); and

(xi) The filing of international “spplications for

patent and papers relating thereto.

.(xii) The filing of a paper in an_ mteiference whmh;
an. exammet-m-chwf orders to be filed - -by. band or..

“Express Mail.”

_(xiif). Papers. filed in connection with a dlscxplmary

procwdmg under Part 10 of this. subchapter
; (b) In_the event that, correspoxwence or .‘.f

Ofﬁce, ancf bAthe applwat:on is held to be
the proceeding dismissed, terminated, or dec

prejudice, the correspondence or “fee will be consnd-""
ered timely if the party who-forwarded such cotre- '
spondence or fee (1) informs the Office of the previ-
ous magiling of the correspondence . or fee: prompily

after becoming aware of the Office action, (2) supplies
an additional copy of the previously ‘mailed corre-

spondence or fee and certnﬁcate, and (3) includes a

declaration under § 1.68 ‘or §2.20 which attests on a
personial knowledge basis or t6 the satisfaction of the
Commissioner to the previous timely mailing.

{OMB Control Nos. 0651-0009 & 0651-0011]

(Pub, L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)

{41 FR 43721, Oct. 4, 1976; 43 FR 20461, May 11, 1978; pera. (8),
47 FR 47381, Oct. 26, 1982, effective date Qct. 26, 1982; para. (a),

48 FR 2708, Jen. 20, 1983, effective date Feb. 27, 1983; para. (@), 49

FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985; para. (2), 49
FR 5171, Peb, 6, 1985, effective date Mar. §, 1985]

1.9  Definitions.

(a) A national application as used in this chapter
means a U.S. national application for patent which
was either filed in the Office under 35 U.S.C. 111 or
which resulted from an international application after
compliance with 35 U.S.C. 371.

() An international application as used in this
chapter means an international application for patent
filed under the Patent Cooperation Treaty prior to en-
tering national processing et the Designated Office

stage.

(c) An independent inventor as used in this chapter
means any inventor who (1) hes not assigned, granted,
conveyed, or licensed, and (2) is under no obligation
under contract or law to assign, grant, convey, or fi-
cense, any rights in the invention to any person who
could not likewise be classified as an independent in-
veator if thet person had mede the invention, or to

Beev. 1, Oct, 1968

(ix) The' ﬁlmg of a notnce and rcasons of appeal;

convcmen of ma of ﬂme regulahom, ﬂm def-‘ :
mmm states sariiiin

Q 121 12 Small blm‘uenﬁr mﬁw reduced pamr Jeen,

(a)PumuanttoPubLW—Zﬂ amﬂlbwmmcemfmpur
pmaofpaymgreducedfeeemdcruvs Code 41 '(a) and (b) to
the ' Peiént’ and: Tradeniark mehng sy business comcern (1)
whoee number of employees, incleding those of its dffilistes, docs
mmmmma)wmmummmd,mm
conveyed,. or licensed, and is under no. -under contract of
hwtomgn,gum.convcyotheme.mynghesmthemvenm
wmypemnwhocmﬂdnotbeclMﬁedmmmdepmdentmvcn-
tor if that person hisd made the ibvestion, of to any concers ‘which
woald ot qualify 25 2 small business concern or-8 nonprofit organi-
zation under this section. For the.purpose .of this section. concerns:
sve affiliates of each other when either, directly or indirectly, one
commmlsorhuthcpowwwmmlmeom or & third
putyorpmhacmhorhumepowermcmolwh.me
n-buofempwymofmebnmmeemmmeavmgeom'
the fiscal vear of the prieons employed: uﬁngfeachofthqp‘ny-penr
ods of the fiscal year, | ;
full-time, part-time or'tempmﬁry'lms nmg thie’ prevnom M
yenr-of the concern; - o

(b)lftherntdemlmxkOﬁnemtmm,_thmamcmA
unmdxgxbleasamﬂbmmmcemwnthnmmmm,
mmemshaﬂhavexngbtwapmﬂmdctemmtwntoﬂsesm,
Busitiess - Administration. The Patent’'aiid Trademsrk Office shall
ranmmit its written decision and the pertinent'size determinstion file
to the SBA in:the event: of wuch: adverse: detérmination and size
appeuLSuchappulsbyconmshouMbewbmmdmtheSBA
at 1441 L Street, NW,, Washmxm D.C. 20416 (Attention: SBA (
Office of General Counsel). The appeal should state the basis upon
which it is claimed that the Patent end Trademark Office initis} sive
determination on the contern wes in error; and the facts-and asgu-
mmtawppa‘nngthecmcemachmedawmmnmmbmw
concern under this section. . . . ~

(e} A nonprofit argamzamm as used in this chapter
means (1) a university or other institution of higher
education located in any country; (2) an organization
of the type described in section 501(c)(3) of the Inter-
nal Revenue Code of 1954 (26 U.S.C. 501(c)(3)) and
exempt from tazation under section 501(a) of the In-
ternal Revenue Code (26 U.S.C. 501(a)); (3) any non-
profit scientific: or educational organizetion qualified
under a nonprofit organization statute of a state of
this country (35 U.S.C. 201(i)); or (4) any nonprofit
organization located in a forengn country which
would qualify as a nonprofit organization under para-
graph (e)(2) or (3) of thm section if it were located in
this country.

(©) A small entity as used in this chapter means an
independent inventor, a small business concern or a
nonprofit organization.

(g) For definitions in interferences see § 1.601.

(Pub. L. 94-131, 89 Swet. 685; 35 U.S.C. 6, Pub. L. 97-247; 1§
U.S.C. 1113, 1123)

[43 FR 20461, May 11, 1978; 47 FR 40139, Sept. 10, 1982, effective
date, Oct. 1, 1982; 47 FR 43275, Sept. 30, 1982, effective date Oct.
1, 198Z; para. (d), 49 FR 34724, Aug. 31, 1984, effective date Nov.
1, l;)éu;ﬂpam. (@) 49 FR 48416, Dec. 13, 1984, effective date Feb.
18, 198
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(a) Any pnpet or fese to be
‘Trademark Office can be filed util : the“Expmss
MaﬂPoctOﬁoemAddrm"mmoﬂthmted
SmthMSctvweandbecowdemduhavmg
beenﬁledmtheomceonthcdatcthepapctorfcem
shown to have been deposited as “Express Mail” with
the United States Postal Service unless the date of de-
'posit is & Saturday, Sundny, or Federal holiday thhm
the District of Columbia. See § 1.6(a). =~

(b) Any paper or fee filed by “Express Mail” must
have the number of the “Express Mail™ mmlmg label
placed thereon prior to mailing, be addressed to the
Commissiones of Patenits and Trademarks, Washing-
ton, D.C. 20231, and any such paper or fee musr'also
include a certificate of mailing by -“Express Mai
which states the date of migiling by “Esipress Mail”
and is signed by the person mailing the paper or fee.

(c) The Patent and Trademsark: Office’ will: accept
the certificate of mailing: by ' “Express Mail” and
accord the paper or fee the certificate date: under 35
U.S.C. 21(e) (unless the certificate date is & Saturday,

, of Federal holiday within the District of Co-
lumbia—see § 1.6(a)) without further prodf of the date
on which the mailing by: “Express Mail" occurred
unless & question is present regardmgthedawofmaxl
ing. If more than a reasonsble time has elapsed be-
tween the certificate date and the Patent and Trade-
mark Office receipt date or if other questions regard-
ing the date of mailing are. present, the person mailing
thepmperorfeemybereqmred to file 2 copy of the
“Express Mail” receipt showing the actual date of
mailing and a statement from the person who mailed
the paper or fee averring to the fact that the mailing
occurred on the date certified. Such statement must

be a verified statement if made by a person not regis- -

tered to practice before the Patent and Trademark
Office.

[OMB Coatrol No. 0651-0011]

(35 US.C. 6, Pub. L. 97-247)

[48 FR 2708, Jan. 20, 1983, added effective Feb. 27, 1983; 48 FR
4388, Jem. 31, 1983; paras. (a) & (c), 49 FR 552, Jan. 4, 1984, effec-
tive date Apr. 1, 1984]

Recorps AND FILES OF THE PATENT AND
TrADEMARE OFFICE

1.11 Filee open to the publie.

(e) Afier a patent hes been issued or a statutory in-
vention registration has been published, the specifica-
tion, drawings and all papers relating to the case in
the file of the patent or statutory invention registra-
tion are open to inspection by the public, and copies
msay be obtained upon paying the fee therefor. See
§ 2.27 for trademark files.

(b) All reissue applications, all applications in which
the Office has accepted @ request to open the com-
plete application to inspection by the public, and re-

ted papers in the application file, are open to inspec-
ion by the public, and copies may be furnished upon
paying the fee therefor. The filing of reissue applica-

gnisd e
© All requests for ‘teexamination for’ hnc thc fee
under § 1.20(c) has been paid, will bef'
the Official Gazette. Any reexammauons nt ‘the initis-
tive of the. Commnssnoner pursuant to § 1.520 will also
be announced in the Official Gazette. The announce-

~ment shall include at least the date of the _request, if
.any, the reexamination requwt control number or the

Commissioner mltnated order. control_number, patem

' number, title, class and subclass name of the mventor.

name of the patent .owner of record, and the | examin-
ing group to which the reexamination is asslgned.

(d) All papers or copies thereof relating to a reex-
amination proceeding which have’ ‘been. enteréd of
record in the patent or reexammatnon ﬁle are opem to

inspection by -thie’ general public; and cbpm may- be

‘ﬁxmmhed upon:paying the: fee therefor. -

' (&) The file of any interference mvolvmga pétea& a

;sumtoxy ifivention :cégistration;-or. an: application: on
- whiclh &' patent. has: been:issued :or which- has: been
~published:gs a statutory invemtion regmmm i8 open
‘to: inspection: by ‘the: ‘public;’ and copies may.be ob-

tained uwpon- paying the fee therefor;:if: (1) the inter-
ference has terminated, or (2) an award of" pnonty or

- judgment: lmsheen entered as to all pam mnd all
- counfs. -
" jOMB Control No. ossn-omol

(SSUSC 6; 15U.S.C. 1113, 1123)

[42 FR 5893, Jen. 28, 1977; 43 FR 28477, June 30, 1978; 46 FR
29181, May 29, 1981; para. (c), 47 FR 41272, Sept. 17, 1982, effec-
tive date Oct. 1, 1982 para. (a), 49 FR 48416, Dec. 12, 1984, affec-
tive date Feb. 11, 1985; paras. (a), (b) & (¢) 50 FR 9378, Mar. 7,
1985, effective date May 8, 1985]

112" Assignment r:ee‘ards'opien‘ to puinli;e insmf' ece

mm.

[©) “The assignment records, relating fo original or
reissue patents, including digests and indexes, and as-
signment records relating to pending or abandoned
trademark apphcatnons and to trademark regxstratwns,
are open to public inspection and copies of any instru-
ment recorded may be obtained upon requmt and
payment of the fee set forth in § 1.19(a)(5).

(b) Assignment records, digests, and mdcxes, relat-
ing to any pending or abandoned patent applxcatlon
are not available to the public. Copies of any such as-
signment records and information with respect thereto
shall be obtainable only upon written authority of the
applicant or applicant’s assignee or attorney or agent
or upon a showing that the person seeking such infor-
mation is a bona fide prospective or actual purchaser,
mortgagee, or licensee of such application, unless it
shall be necessary to the proper conduct of business
before the Office or as provided by these rules.

(c) Any request by a member of the pubhc seeking
copies of any assignment records of any ‘pending or

R—9 . Rev. 1, Oct, 1965



‘the' public ‘to the mciﬂar ‘asel it records ‘from
the apphcant or applwant' assi or attomey or
€ /‘ecord - * b B

, An order far 2 wpy of an’ assignment should
“give the, identification of‘ the record. If identified only
by the name of the patentee and number of the patent,
. or in'the case of & trademark regmmuon by the name
“of the 't it and number of the regnstratmn, or by
j‘name of the applicant and serial number or interna-
" tional apphcatlon ‘number of the application, an éxtra
‘charge as set forth in §1. 21(f) will be ‘made for the
‘time consumed m makmg a warch for such assxgn-
ment. -

C(@suUsC. msusc 1113, 12

I FR 41272. Sepe 17 1982 eﬂ'ecuve date Oct. 1, 1982]

113 mm md mﬁﬁed copim

@ Copm of 'patents and trademark regmtratwns
- and ‘of any records; books; papers, or drawings be-
* jonging to the Patent and Trademark Office and open
“to’ the’ public; will be -furnishied by the:Patent ‘and
Trademark Office to any-person; and copies:-of other
records:or papers will be furnished to persons:entitled
- -thereto; apon payment of the fee therefor. .

(b)Smhwmeswnllbeamhmmtedbythemlof
the Patent sad Trademark Office-end certified by the
Commissioner, or in his name attested by an officer of
the Patent and Trademark Office authorized by the
Commissioner, upon payment of the fee for the au-
thentication cettlﬁcate in addition to the fee for the
copies. :
[OMB Control Nos. 0651-0009 & 0651-(!)10]
(35USC. 109)
1.14 = Patent applications prmwed in secrecy.

(a) Except as provided in § 1.1i(b) pending patent
applications are preserved in secrecy. No information
will be given by the Office respecting the filing by
any particular pérson of an application for a patent,
the pendency of any particular case before it, or the
subject matter of any particular application, nor will
access be given o or copies furnished of any pending
application or papers relating thereto, without written
authority in that particular application from the appli-
cant or his assignee or attorney or agent of record,
unless the application has been identified by serial
number in a published patent document or the United
States of America has been indicated as a Designated
State in a published international appllcatlon, in which
case status information such as whether it is pending,
abandoned or patented may be supplied, or unless it
shall be necessary to the proper conduct of business
before the Office or as provided by this part. Where
an applwatuon has been patented, the patent number
and issue date may also be supplied.

(b) Except as provided in § 1.11(b) abandoned ap-
plications are likewise not open to public inspection,

Rev. 1, Oct. 1985

energy- are . reported 10, the; De

“tion if: (1) The Commlssxoner believes the decision in
- volves an mterpretatxon of patent‘ldws or fegulation

‘ - o ',;,x.ﬁ::z' RRRRET o o
- MANUAL OF PATERT BXAM!N’ING PROCEDURE

;P
ve"becn ‘marked for pres-
ervation.. Abandoned applxcatxons wxll not be  re-
tumed R
. (c) Appllcatlons for patents wluch dnsclom, or
wlnch -appeat. to, disclose, or., which purport to dis-
‘close, inventions. oz duic;ovcnes;.E relating to: atomic

cept’
has been cailed and wluch

artment of Emrgy,
which Department will be given. access to such appli-

cations, .but such reporting does. not. constitute a de-

termination that the. subject matter of esch application

.-80 reported-is-in fact useful.or an invention or. discov-
" ery.or; that such: application-in -fact. discloses subject

migtter-in: categories. specified; by/sectmm 15i{e) and

-181(d)-of -the Atomic Enefgy: Act of 1954 68 wt

919; 42'U.8.C. 2181 (c) amd (@) ¢ ,
- (d)-Any -decision’ of 'the B{M& of Patem Appws
and Interferences, o dny decision’ of the: Commmmn

“er on petition, not- othérviise open to'public mspeetmn

shall be published or mide available for public i inspec-

that would be of i imporiant prex:edent value; ‘and’ (2
the ‘applicant, or any pafty involved in the interfer-
ence, does not within two moiths afier being notified
of the intention to make the decision public; object in
writing on the ground that' the decision discloses a
trade secret or other confidential information. If a de-
cision discloses such information, the applicant or
party shall identify the deletions in the text of the de-
cision considered necessary to protect ‘the informa-
tion. If it is considered the entire declsnon must be
withheld from the public to protect such mformauon,
the applicant or party must explain, why. Applicaats
or parties will be given time, not less than twenty
days, to request recons:deratlon and seek court review
before any portions of décisions are made public over
their objection. See § 2.27 for trademark applications.

(e) Any request by a member of the public seeking
access to, or copies of, any pending or abandoned ap-
plication preserved in secrecy pussuant to paragraphs
(a) and (b) of this section, or of any papers relating
thereto, must (1) be in the form of a petition and be
accompanied by the petition fee set forth in § 1.17(1)
or (2} include written authority granting access to the
member of the public in that particular application
from the applicant or the applicant’s assignee or attor-
ney or agent of record.

{OMB Control Nos. 0651-0010 & 0651-0011]

(Pub. L. 94-131, 89 Sat, 685; 35 US.C. 6, Pub. L. 97-247; 1
U.s.C. 1113, 1123y
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[42 FR 5593, Jan. 28, 1977; 43 FR 20462, May 11, 1978; pesa. (&)

added, 47 FR 41273, Sept. 17, 1982, éffective: date -Ost.;, l. 1982;
pera. (b), 49 FR 552, Jan. 4, 1984, effective date Apr, 1, 1984; para.

(d), 49 FR 48416, Dec. 12, 1084, effective date Feb. 11, 1985 peara.
(b). so FR 9378, Mas. 7, wss eﬂ’ecuve cme Mny s ms;

(a) Requests for: recorda nm dmlowd to the pubhc
as part of the regular informational activity of the
Patent and Trademerk Office and which are not oth-
erwise dealt with in the rules in this pert may be
made by completing Form CD-Z“, “Application to
Inspect Department Records,” and submitting this
form, in person or by mail, to the Commnssmner of
Patents and Trademarks, Washington, D.C. 20231 A
_nonrefundable application fee of $2 must accompany
‘each applxcatxon, Copies of Form CD-244 are avail-
able in the Central Reference and Records Inspectlon
Facility, Room 2122, Department of Commerce
Building, Washmgton, D.C. 20230, the search ropm of
the Patent Reference Branch of the Patent and Trade-
mark Office, the search room of the Trademark Ex-
amining Operation, and’ in many'publlc mformatxon
offices and field offices of the Department ¢
merce. If the requested record is ‘id ritifiable,, the re-
quest will be rev:éwed by the' appmpnate official au-
thorized to make'an initial determination’of the avail-
ability of the record. If it is determined that the mate-
rial is mot to be made available to the requestmg
person, said person’ ‘shall be notified in writing of that
fact and the reasons why the record will not be dis-
closed. If the record is to be made available, inspec-
tion will be permitted in the appropriaté ‘Patent and
Trademark Office search room. Fees for copies of
records and for searches and related services are pay-
able in accordance with the schedule of fees and
charges established in § 4.8 of Title 15, Code of Feder-
al Regulations.

(b) Any person whose application to inspect a
record has been refused may request & reconsideration
of the initial denial by completing and submitting the
appropriate section of the Form CID-244. The request
for reconsideration should be made within 30 days of
the date of the original denial. In submitting such re-
quest the party should include any written argument
he desires to support his belief that the record re-
quested should be made available. No personal ap-.
pearance, oral argument, or hearing shall be permit-*
ted. The decision upon such request shall be made by
the Commissioner of Patents and Trademarks and
shall be based upon the original request, the denial,
and any written argument submitted by the person
seekmg access to the record. The decision upon
review shall be promptly made in writing and com-
municated to the person seeking access. If the deci-
sion is wholly or partly in favor of availability, the re-
quested record to such extent shall be made available
for mspecuon as described in paragfaph (a) of this
section. To the extent that the decision is adverse to
the request, the reasons for the denial shall be stated.
A decision upon review completed as provided herein
shall constitute the final decision and action of the
Patent and Trademark Office as to the availability of

R-—11
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a requested record, except as may be reqmred by
court pr ' S utsuint 6678 "US.C.
552(a)(3). Reconsiderations multmg’ in final” decisions
as prescribed herein shall be indexed and 'made avail-
gble in the search ' room of the Patcmtkefereme

J Branch.

(c) Procedures applxcable m the event of a subpoe
ne, order, or other compulwry process or demand of
a court or other authority shall be those set forth in
section 7 of Department Order 64. (32 FR 9734, July
4, 1967).

(Sec. 1, 66 Stat. 793, 81 Smsd SUSC. 552. 35 USC. 6)
[32 FR 13812, Oct. 4, 1967; 34 FR 18857, Nov. 26, 1969]

Fmss AND PAYMENT ox= Momav
1.16 National application filing fees,

(a) Basic fee for filing each applncatnon for
~ an original patent, except dwgn or
plant cases:_ )

sman ENLILY ..ivvennrene
: ,cf;lmgfeeman"
original apph(:a, n, for filing or later =
presentation of each mdependent claun S
in excess of 3: : _ :
By a small entlty @1 9(f)).....;.........;.._... - 17.00
.. By other than a small entity ..........o00.e.. 3400
(c) In addition to the basic filing fee in an
original applxcatxon, for filing or later
presentation of each claim (whether in-
dependent or dependent) in éxcess of 20
(WNote that § 1.75(c) indicates how mul-
tiple dependent claims are comsidered
for fee calculation purposes.):
By a small entity (§ 1.9{) ....ooovcvrerernnns 6.00
By other than a small entity ...........c.co.. 12.00
(d) In addition to the basic filing fee in an -
ongmal apphcanon, if the application
contains, or is amended to contain, a
multiple dependent clanm(s), per appli-
cation:
By a small entity (§ 1. 9(0) ..................... 55.00
By other than a small entity.......oorureee. 110.00
(If the additional fees required
by paragraphs (b), (c) and (d)
are not paid on filing or on
later presentation of the claims
for which the additional fees
are due, they must be paid or
the claims cancelled by
amendment, prior to the expi-
ration of the time period set
for response by the Office in
any notice of fee deficiency.)
(e) Surcharge for filing the basic filing fee
or oath or declaration on a date later
than the filing date of the application:
By a small entity (§ 1.9(0) ....ocvveueeveeneene 55.00
By other than a small entity .................. 110.00
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,\(g) Basic fee tbr filing each plant af a,pphca- o
tion:
... By & small entity (§ 1. () J—
" By other than a small entity. ’
:,(h) Bm ‘fee for filing each reissue apph-

" Bye a small enmy @1 9(f))
By other than a small entity............oen.
@) In uddition to the basic filing fee in a -
reissue application, for filing or later
prescntatlon of each independent claim
which is in excess of the number of
independent: claims  in .the. original -
patent:
By a small entity (§ 1. 9(())...............,..... L. 1.00
By other thari a. small entity .., s34 00
() In addition to the basic filing fee in a”'
i Teissue apphcatwn, for, filig !

§ 1.75(c) de:cates ‘How  multiple ,d o
.+, pendent claims are consldered for fee_/_’. s

.. purposes):
By a small entity @ . 6.00
By other than a smzll entlty ‘ 12 00

(Note, see § 1.445 for international appli-
cation ﬁlmg a.nd processmg fees )

(35 US.C. 6 Pub L. 98—622)

{Added 47 FR 41273, Sept. 17, 1982, effectlve date Oct. 1, 1982 50
FR 31824, Aug. 6, 1985, effective date Oct. 5, 1985]

1.17 Patent application processing fees.

(a2) Extension fee for response within fi first

month pursaant to § 1.136(a): o
'§28.00

By a small entity (§ 1.9(f) ......coocoevnuunnne
. By other than a small [ 113" 56.00
(b) Extension fee for response within
second month pursuant to § 1.136(a):
By a small entity (§ 1. T(2) P 85.00
By other than a small entity .................. 170.00
(c) Extension fee for .response within third
month pursuant to § 1.136(a):
By a small entity (§ 1.9() ..covvvrerreerrnane 195.00
By other than a small entity ...........co..... 390.00
(d) Extension fee for respomse within
fourth month pursuant to § 1.136(a):
By a small entity (§ 1.9(6)) ....coeevnevrivenen 305.00
By other than a small entity .................. 610.00
(e) For filing a notice of appeal from the
examiner to the Board of Patent Ap-
peals and Interferences:
By a small entity (§ 1.9() .....ccccoervenrrene 65.00
By other than a small entity.................. 130.00

Rev, 1, Oct. 1985
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G PROCEDURE
X RS AN Y 6T S - N G I
addition m the fee for filinga mﬁce
~ of appeal, forﬂlxngabnefm supportof’ - ﬂ
" “an sppeal: . _ .
By a lnull enmy 9(0) 65 00
By other thin a'st emity RIS mao
(g)F‘orﬂlingamqummoml hearing -
before the Board of Patent Appeals and -
:gqteﬂ'fermm i uppeal uncler 35U. S C.
'By & small entity (§ 1 9(!)) eiusbarsnsisainssens 55.00
By other than a small entnty...’......‘......;.. 110.00
(h) For filing a petntion to' the Comsmis-
sioner under & section of this part listed
- below which refers to this’ pamgraph .......
 § 1.47—for’ ﬁlmg by other than all
B the inventors or a person not thc _
~inventor. -

L

§ 1.48—for’ .correction of mventor-” '

140.00

 ing to accept and record payment
_ofa mamtenance fee filed prior to
L expu'atxon of patent.
: § L 378(e)-for reconsideration of de-
. cision on: petition refusmg to
accept. delayed payment of mainte-
nance fee in expired patent.
§1. 64,4(3)—-for petition in an interfer-
ence.
& 1.644(f)—for request for reconsider-
_ation of a decision on petition in an
. interference.
§ 1.666(c)—for late ﬁlmg of interfer-
- ence settlement agreement.
- €8 5.12, 5.13, and $.14—for expedited
.- handling - of foreign filing license.
‘§ 5.15—for changing the scope of 2
. license.
§ 5.25-for retroactive license.
(i) For filing a petmon to the Commis-
- sioner under a section of this part listed
below which refers to this paragraph....... 72.00
§ 1.12—for access to an assignment
record.
§ 1.14—for access to an application.
§ 1.55—for entry of late priority
papers.
§ 1.102—to make application special.
§ 1.103—to suspend action in applica-
tion.
§ 1.177—for divisional reissues to
issue separately.
§ 1.312—for amendment after pay-
ment of issue fee.
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§ 131300 withdmw"\’

ﬁlslk—todefermmance: apamt.’;‘,
§1. 334n~£orfpatent to issue to' mgn DR

. 51666(6)-formm tuimerferem‘

7 settlement agréement. co
)Forﬁlingapetitxmtoinmma" ‘
public use proceeding under §1.292.........

(k) For proceisitig an apphcmon filed
with a specification in a non-Englmh‘ '
language (§ 1.52(d))........ ‘
(l) For filing a petition (1) for the revival
‘of an unavoidably abandoned applica-
‘tion under 35 U.S.C. 133, or'371, or(z)
for delayed payment of the mue fec o
under 35 U.S.C. 151:: ~ _
By a small eatity (§ 1.9(0).............
Bymhcrthanasmallenmy S
(m) For filing-a petition (1) for revival of =
an unintentionally’ abandoned applica- ~
“tion or (2) for the unmtenmmaﬂy de- -
layed payment of the fee for mmmg a}" e
patent. RSP IrLonl e
By a small eﬁtlty (§ l 9(0)
By other thati'a small entity...
(n) For reqnestmg publlcauon of a statu-
tory invention registration prior to the
mmlmg of the first examiner’s action

- pursuant to § 1.104—$400.00 reduced by

- the amount of the application bmnc filing

fee paid. '

(o) For requesting publncatlon of a statu-
tory imvenmtion registration afier the
mailing of the first examiner’s action
pursuant to § 1.104—$800.00 reduced by
the amount of the application basic filing

fee paid.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123; 35 U.S.C. 6, 41,
181—188; Export Administration Act of 1979, a8 emended; Arms
Export Control Act, as amended; Atomic Energy Act of 1954, as
amended; Nuclear Non-Proliferation Act of 1978, and the delega-
tions in the regulations under these acts to the Commissioner by
regulations (15 CFR- 370.10G); 22 CFR 125.04, and 10 CFR 810.7))

[Added 47 FR 41273, Sept. 17, 1982 effective da!e Oct. I 1982;
para. (i), 48 FR 2708, Jan. 20, 1983, effective date Feb. 27, 1983;
para. (h), 49 FR 13461, Apr. 4, 1984, effective dste Sune 4, 1984;
para. (B), 49 FR 34724, Aug. 31, 1984, effective date Nov, 1. 1584;
peras. (), (g), () & (), 49 FR 48416, Dec.. 12, 1984, effective date
Feb. 11, 1985; paras. (h), (n) & (¢), S0 FR 9379, Mar. 7, 1985, effec-
tive date May 8, 1985; 50 FR 31824, Aug. 6 1983, effective date
Oct. 5, 1985]

1.18 Patent issue fees.

(a) Issue fee for issuing each original or
reissue patent, except a design or plant

it : I
RIERE ORGP A
) @

(®) Issue fee for i & 'désign |
By a suidll entity m ,n m)) - *'100.00
By otherthmasmaﬂ.eﬁﬁty wenseensee - 200.00
(c) Issue fe¢ for issuing a plunt pate:nt .
By & small entity (§19(t))......... corsnonence < 140,00
1280.00

By other than a smali enmy sessessonsassenss

(S USC. 6 15 USC. 1113, 1123) o

{Added 47 FR 41273, Sept. 17, 1982, effective date Oot. 1, 1982; 50
FR 31824, Aug. 6, 1985, effective date Oct. 3, 1985] ,

L 19 Document supply fem.

The Patent., and Trademark Ofﬁce wnll supply
copies of the. followmg documents upon paymem of
the fees mdlcated ‘

(2) Uncertlﬁed copxes of' Oﬂ"ice dacu-" S
ments s
(1) Prmted copy of a patent, mclud-
ing a design patent, ‘statitory in-
vention -registration, or defemsive - - ' -
publication document, except color =~ -
plant patent or color statutory in-
vention registration .........c.ccursemeisiacnne 1.50
(2) Printed copy of a plant patent or . co
statutory, mventnon reglstratlon in. .
color . - 6.00
3y Copy of patent apphcatwn as
filed

9.00

: (4) Copy of patent ﬁle wn'apper end
contents; each 200 pages or frac-
tion thereof ..........cceeercccreannee 75.00
(5) Copy of Office records, except as C
otherwise provided in this section,

PEL PAGC..ceervrerrersesnanoresses 0.50
{6) Microfiche copy of microfiche, ‘
per mlcn'oﬁche : e 0.50

(7) Copy of patent assngnmem tecord . 1.50
(b) Certified copies of Office documents:
(1) For certifying Office records, per
certificate 3.00
(2) For a search of assngnment
records, abstract of title and certifi-
cation, per patent e 12.00
(c) Subscription services:
4))] Subscnptxon orders for printed
copies of patents as issued, annual
service charge for entry of order
and ten subclasses 7.00
(2) For annual subscription to each
additional subclass in addition to
the ten covered by the fee under
paragraph (c)(1) of this section, per
SUBCIASS. . vveureeirmcraeresenernerrneseeassnereonsras 0.70

patent: (d) Library service (35 U. S C. 13): For

By a small entity (§ L.9())....ccecoveuverrene $280.00 providing to libraries copies of all pat-
By other than a small entity ........ceeen... 560.00 ents issued annually, per annum................ 50.00
R—13 Rav. 1, Gct, 1985
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(e) List of patents in sube lass
..(1) For list o_mﬁ Um

. 1.00

r) For!im ofUmted States “mnts”" .

- and sistutory’ invention registm-

tions in a subclass limited by date
or number, per 50 numbers or Frac-

C o tion thereof ... i i ' -1.00
() Microfiche copy of patent file recmd ..... - 6.00
(g8) Uncertified statement as to status of

the payment of.maintenance. fees due s

on a patent or expiration of a patent ........ 3.00
:(h) ' Uncertified copy of ‘a non-United " '
"« States patent document, per document....  10.00
(i) To compare and certify copies made - '

from Patent and Trademark Office

records but not prepared by the Patent

and Trademark . Ofﬁce, per copy of

document ...eiu.e o oo 5.00
() Additional, ﬁlmg recenpts TS
Duplicate.....ccos vivinnesianson. s ¢ 14,00
Corrected due to apphcant etror......:.-..-.*..r.v...'.: o 14.00

[OMB Control No. 0551-0010]
(35 US.C. 6, Pub. L. 97-247; 15 US.C. 1113, 1123)

[Added 47 FR 41273, Sept. 17, 1962, effective dalc Oct I, 1982;
para. (b), 49 FR 552, Jan. 4, 1984, ‘effective date Apr. 1, 1984;
“paras. (f) & (g) added, 49 FR 34724, Aug. 31, 1984; effective date
Nov. 1, 1984; pares. (&) & (e), 50 FR 9379, Mar. 7, 1985, effective
date May 8, 198S; 50FR31824, Aug. 6, 1983, effective date Oct. §,
1985]

1.20 Pogt-iseuance fees,

(a) For providing a certificate of correc-
tion of applicant’s mistake (§ 1.323)..........
(b) Petition for correction of mventorshnp
in patent (§ 1.324).........cceevverureerisncercresicns
(c) For filing a request for reexamination
(§ 1.510(a)) ...
(d) For filing each statutory disclaimer
(8 1.321)ucurccrcnmsnsnssinsnsusssnsnsnsssosssssossessananas
Bya small entity (§ 1 9(t)) ..................... 28.00
By other than a small entity ...........coe0r.s 56.00
(e) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
December 12, 1980 and before Auvgust
27, 1982, in force beyond 4 years; the
fee is due by three years and six months
after the original grant..........ocoervenvonrivense
() For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
December 12, 1980 and before August
27, 1982, in force beyond 8 years; the
fee is due by seven years and six
months after the original grant .................

225.00

445.00

Rev. 1, Oct. 1965

(h) For maintaining an original or renssue ;

MANUAL OF PATENT Wyms mocianukz* .
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December 12, 1930 wd be{are August
27, 1982, in force beyond. 12 years; the
feensduebyclevenyeamandmh ,
months after the origingl grant ... 670.00
. patent, except a design or plant patent,.
based on an apphcauon filed on or after
August 27, 1982, in force beyond 4
years; the fee is due by three years and
six months after the original grant:
By 2 small.entity (§ 1. 9(0) ....... bessraoasnenss.
By other. than a small entity..........ivreens
(i) For maintaining an, original.or reissue .
patent, except a design or plant patent,
based on an application filed on or after.

225.00
450.00

- August 27, 1982, i, force.. beyond 8-

, SHE :-;89(100
(§) For mmntammg an ongmal or reissue :

- patent, except a design.or plant, patent,
.. based on an applxcatwn filed,on or after -

August 27, 1982, in. force beyond 12
years; the fee .is due. by eleven years
and six months after the original grant:
By a small entity. (3 K:T(7) D ,
By other than a small (111"
(k) Surcharge for paying a maintenance
fee during the 6-month grace period
following the expiration of three years
and six months, seven years and six
months, and eleven years and six
months after the date of the original
grant of a patent based on an applica-
tion filed on or after December 12,
1980 and before August 27, 1982..............
(l) Surcharge for paying a maintenance
fee during the 6-month grace period
following the expiration of three years
and six months, seven years and six
months, and eleven years and six
months after the date of the original
grant of @& patent based on an applica-
tion filed on or after August 27, 1982:
By a small entity (§ 1.9(D).......ccvrvvenrena 55.00
By other than a small entity .....ceuvennees
(m) Surcharge for accepting a mainte-
nance fee after expiration of a patent
for non-timely payment of a mainte-
nance fee where the delay in payment
is shown to the satisfaction of the Com-
missioner to have been unavoidable .........

(35 U.S.C. 6; 15 U.S.C. 1113, 1123)
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‘[Addsd 4 FR 41274, 17, 1982, effective date Oct. 1, 1982;
 peras, (), (1) & (@) sdm"w ‘FR 34724, Aug. 31,1984, efféctive
[ ew: b, M pagis. {e), (6 (g} &' (m); %0 FR 9379, Mar. 7, 1985,
- effective dete May & l%ﬁ % FR 31825. Als- 6. 1945, eﬂ‘wuve

,_‘mom.s, 1985} :
S mvfm md cwm.

"Tiie Pateiit snd Trademark Office has established
the following fm for the services indicated:

(a) Registration of attorneys and agents
(1) For admission to examination for
. registration to practice, fee payable
upon applzcat:on
(2) On registration to practice.............. 81.00
(3) For reinstatement to practice .......... ' 19.00
(4) For certificate of good stmdmg S
. 88 an aitorney or agem..., ................... : 10.00
. Suitsble for framing .. : . 88.00
4;(5)Forrmwofadecmonofthe ;
Dicector. of Enroliment and Dwm SIS
e phmunder&louchw R o 9200
z:;w';(é) For mqmw regrading of an ..
A4 o examination umderﬁ m 7(c).........;.».... o 92,00

8.00

deposi
(2) Service charge for mch month
when the balance at the ead of the
month is below $1,000 ...occocvvcrvorsensese
(3) Service charge for each month
when the balance at the end of the
month is below $300 for restricted
subscription deposit accounts used
exciugively for subscription order
of patent copies as issued.........ccoorveee.
(c) Disclosure document: For filing a dis- .
closure docoment 6.00
(@) Delivery box: Local delivery box
rental, per annum 43.00
(e) Internstional-type search reports: For
preparing an international-type search
report of an internastional-type search
made at the time of the first action on
the merits in a national patent applica-

20.00

20.00

28.00

tion
® Search of Office records: For search-
ing Patent and Trademark Office
records for purposes not otherwise
specified, per one-half hour or fraction
thereof. 14.00
(g) CopiShare card: Cost per COPYoorvverssceas 0.20
() Recording of documents:
(1) For recording each assignment,
sgreement or other paper relating
to the property in & patent or ap-
plication 7.00
(2) Whese a document to be recorded
under paragraph (h)(1) of this sec-
tion refers to more than one patent
or application, for each additional
patent or appliCation .......ossercsssscans 2.00

R15

(x) Pubimuon isi aﬁklal Gmme For o o
- publication' in- the  Gfficial. Gazette of a: -
notice of the availability of an applica-
tion or a patent for licensing or sale, :
each application Or patent .........ccessrensvpssees ) . 7.00
() For a duplicate or replacement of s -
permanent Office user pass (There s no -
clmrge for the first permanent user
5.00

pass)
(k) For items and sefrvices, that the Com-
missioner finds ‘'may be supplied, for
which fees are not specified by statute
or by this part such charges as may be
determined by the Commissioner with
~ respect to each such item or service......... actual cost
() For processing and retaining any appli-
cation abandoned pursuant o § 1.53(d)
unless the required basic filing fee has

been Paid.....cccocesvsnsersnsnsninisisrasssssonsnsassninene 100.00
(m) For processing each check returned
“unpand” by a bank 20.00

[OMB Control No. 065!-0010]
(35 US.C. 6, Pub. L. 97-247; 15 USC. 1113 1123)
[Addod 47 FR 41274 Sept. 17, 1982, effective date Oct. 1, 198Z;

‘paras. (b) & (1), 49 FR 553, Jan. 4, 1984, effective date Apr. 1,

1984; paras. (8)(3) & (6) added, 50 FR 5171, Feb. 6, 1985, effective
Apz. 8 1985 30 FR 31825, Aug. 6, 1985, effective date Oct. 5,
1985}

1.22 Fees payable in advance.

(a) Patent and trademark fees and charges pmyable
to the Patent and Trademark Office are required to be
paid in advance, that is, at the time of requesting any
action by the Office for which a fee or charge is pay-
able with the exception that under § 1.53 applications
for patent may be assigned a filing date without pay-
ment of the basic filing fee.

(b) All patent and trademark fees paid to the Patent
and Trademark Office should be itemized in each in-
dividual application, patent or other proceeding in
such a manner that it is clear for which purpose the
fees are paid.

(35 U.S.C. 6, Pub. L. 97-247)
{48 FR 2708, Jan. 20, 1983, effective date Feb. 27, 1983]

1.23 Method of payment.

All payments of money required for Patent and
Trademark Office fees, including fees for the process-
ing of international applications (§ 1.445), should be
made in U.S. specie, Treasury notes, national bank
notes, post office money orders, or by certified check.
If sent in any other form, the Office may delay or
cancel the credit until collection is made. Money
orders and checks must be made payable to the Com-
missioner of Patents and Trademarks. Remittances
from foreign countries must be payable and immedi-
ately negotiable in the United States for the full
amount of the fee required. Money sent by mail to the

Hev. 1, Oet, 1985
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Patent and Trademark Office will be at the rigk of the
sender; letters containing money should be regmered
(Pub. L. 94131, 89 Stat. 685) '

[43 PR 20462, May 11, 1978}

1.24 C«mm

Coupons in. demomuanons of one. dollm' for the pur-
chase of trademark registrations and ome dollar and
fi ifty cents for the purchase of patents, designs, defen-
sive publications, and statutory invention registrations
are sold by the Patent and Trademark Office for the
convenience of the general public; these coupons may
not be used for any other purpose. The one dollar
coupons are sold individually and in books of 50 with
stubs for record for $50 and the one dollar and fifty
cent coupons are sold individually and in books of 50
with stubs for record for $75. These coupons are
good until used; they may be transferred but cannot
be redeemed.
{OMB Control No. 0651-0010] * |
(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2708, Jan. 20, 1983, effective date Feb 27, 1983 47 FR
41274, Sept. 17, 1982, effective date Oct. 1, 1982; 50 FR 31825,
Aug. 6, 1985, effective date Oct. 5, 1985]

1.25 Deposit sccounts,

(a) For the convemence of attomeys, agents, and
the general public in paying any fees due, in ordering
services offered by the Office, copies of records, etc.,
deposit accounts may be established in the Patent and
Trademark Office upon payment of the fee for estab-
lishing a deposit account (§ 1.21(b)}(1)). A minimum
deposit of $1,000 for paying any fees due or in order-
ing any services offered by the Office. However, a
minimum deposit of $300 may be paid to establish a
restricted subscription deposit account used exclusive-
Iy for subscription order of patent copies as issued. At
the end of each month, a deposit account statement
will be rendered. A remittance must be made prompt-
ly upon receipt of the statement to cover the value of
items or services charged to the account and thus re-
store the account (o its established normal deposit. An
amount sufficient to cover all fees, services, copies,
ete., requested must always be on deposit. Charges to
accounts with insufficient funds will not be accepted.
A service charge (§ 1.21(b)(2)) will be assessed for
each month that the balance at the end of the month
is below $1,000. For restricted subscription deposit
accounts, a service charge (§ 1.21(6)(3)) will be as-
sessed for each month that the balance at the end of
the month is below $300,

(b) Filing, issue, appeal, international-type search
report, international application processing, petition,
and post-issuance fees may be charged against these
accounts if sufficient funds are on deposit to cover
such fees. A general authorization to charge all fees,
or only certain fees, set forth in §§ 1.16 to 1.18 to a
ﬁepom account containing sufficient funds may be
filed in an individual application, either for the entire
pendency of the application or with respect to a par-
ticular paper filed. An authorization to charge to a
deposit account the fee for a request for reexamina-

Bev. 1, Oet. 1985

tion pursuam to § 1. 510 and any Other fm ‘ b eibea
8 reexamination proceeding in;a. patem may also. be

filed with the request for: reexamination. An suthori- (

zation to charge a fee to a deposit account will not be
considered payment of the fee on, the dete the authori-
zation to charge the fee is effective as to the pasticu-

lar fee to be charged unless' sufficient funds are
present in the sccount to cover thie fee,

{OMB Control No. 0651-0010]
(35 US.C. 6, Pub. L. 97-247)

{49 FR 553, Jen. ‘4, 1984, effective date Apr. l 1984 47 FR 41274,
Sept. 17, 1982, effective dite Oct. |, 1982 50 FR 31826. Aug. 6,
1983, effective date Oct 5, 1988] "

1.26 Refunds,

(a) Money paid by: actual mlstake or-in’ excess, such
as a payment not required by: law, will be refunded,
but a mere change of purpose after the payment of
money, as when a party desires to withdraw an appli-
cation, an appeal, ‘'or & request:for oral hesring, will
not entitle a party to demand such a return: Amounts
of one dollar-or less will not be returned unless specif-

-ically demanded withiii &' reasoneble time; nor will the

payer be notified of such amount; amounts over one
dollar may be returmed by check or, nf requested, by
credit to a deposnt account L

(b) [Reserved] : : '

(c) If the Comxmssxoner decides not to institute 2
reexamination proceeding, a refund of $1,300.00 will
be made to the requester of the proceeding. Reexam-
ination requesters should indicate whether any refund §
should be made by check or by credit to a deposxt ac- ¢
count.

(35USC. 6 15USC “13 1123)

[47 FR 41274, Sept. 17, 1982, effective date Oct. l 1982; 50 FR
31826, Aug. 6, 1985, effective date Oct. §, [985]

1.27 Statement of status as small entity.

(a) Any person seeking to establish status as a small
entity (§ 1.9(f) of this part) for purposes of paying fees
in an application or & patent must file 8 verified state-
ment in the application or patent prior to or with the
first fee paid as a small entity. Such a verified state-
ment need only be filed once in an application or
patent and remains in effect until changed.

(b) Any verified statement filed pursuant to para-
graph (a) of this section on behalf of an independent
inventor must be signed by the independent inventor
except as provided in § 1.42, § 1.43, or § 1.47 of this
part, and must aver that the inventor qualifies as an
independent inventor in accordance with § 1.9(c) of
this part. Where there are joint inventors in an appli-
cation, each inventor must file a verified statement es-
tablishing status as an independent inventor in order
to qualify as a small entity. Where any rights have
been assigned, granted, conveyed, or licensed, or
there is an obligation to assign, grant, convey, or li-
cense, any rights to a small business concern, a non
profit organization, or any other individual, a verifi
statement must be filed by the individual, the own
of the small business concern, or an official of the
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small busmm comcm or, nonpmﬁt;

graph, ._,,}toa'edler’ ‘agency resulting ‘
funding agreemen h hat'pggncy pursuant to 35
_US.C 202(c)(4) ‘does not onstitute a hcense as set
forth in § 1.9 of this part. .
(c) Any verified statem ot ﬁled pursnant to para
graph (a) of this section on behalf of a small business
concern miist (1) be sngned by the ‘owner or an offi-
cial of thé simall business concern empowcted to act
on’ behalf of the concérn; (2), aver that the concern
quahﬁes as a small ‘business concern as defined in
§1. 9(d); and (3) aver that exclusive nghts to the in-
venuon have been conveyed to and remain wnth the

Ces 'as; a small éntity  are rnot"
venﬁed tement must ‘also be filed by 't
‘$mall éntities having rights avérring to their” as
such. For _purposes of a venﬁed stammgnt 'de ; hxs

t035 U.S.C. 202(c)(4) does’ not consmmtc a hcen as

setforthm§i9ofthxspart
©(d) Any verified statement ﬁled pummnt W0’ para-
gmph (a) of this section on behalf of 2 nonprofit orga-
nization niust (1) be sigred by an official of the nion-
profit orgamzanon ‘empowered to act on behalf of the
organization; {(2) aver that the orgamzatwn jualifies as
a nonprofit organization as ‘definéd in § 1. 9(e) ofthis
part specnfymg under’ which one of § 1.9(e) (1), (2),
(3), or (4) of this part the orgamzatxan qualifies; -and
(3) aver that exclusive nghts to the invention have
been conveyed to and remain with the organization or
if the rights are not exclusive, that all other rights
‘belong to small entities as defined in § 1.9 of this part.
Where the rights of the nonprofit organization as a
small entity are mot exclusive, a verified statement
must also be filed by the other small entities having
rights averring to their status as such. For purposes of
a verified statement under this paragraph, a license to
a Federal agency resulting from a funding agreement
with that agency pursuant to 35 U.S.C. 202(c}(4) does
not constitute a conveyance of rights as set forth in
this paragraph.

[OMB Control No. 06510011}

(35 US.LC. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123}

{47 FR 40139, Sept. 10, 1982, added effective Oct. 1, 1982; para. (c)

added, 47 FR 43276, Sept. 30, 1982, effective date Oct. §, 1982;
paras. (b}, (c), & (d), 49 FR 583, Jan. 4, 1984, effzctive date Apr. 1,

1984}
1.28 Effect on fees of failure to establish
status, or change status, as & small entity.

(2) The failure to establish status as a small entity
(§8 1.9(f) and 1.27 of this part) in any application or
patent prior to paying, or at the time of paying, any
fee precludes payment of ‘the fee in the amount estab-
lished for small entities. A refund pursuant to § 1.26

,4ofthnmr&based ,
status,ofaponwnoffeesumdypmdmﬁmpﬂorm_

statement pursuant o §

R=—17

Faady

PATENT RULES . ...\, sy ' _ : 1,28,

smuamnllenntymyonlybeofb—

tamed if.a ven.ﬁed stajement usder §1.2 27 and 8 re-
~ ‘quest for a refund 'of the excess a !
within two months of the date of the‘mn@ly payment

of the full fee. ’l‘hetwo-momhumepenodmmtcx«

tendable . under §1.136. Status as a small entity is
- waived for ‘any fee by the failure to estab!uh the
status prior to paying, at the time of paying, or within

two months of the date of payment of, the fee. Status
as a small entity must be specifically estabhsbed by a
verified statement filed in each apphcanon or patent
in " which. the’ status, is avaxlable and desxred, except
those apphcatnons filed under § 1.60 or § 1.62 of this
part where the statiis a8 a stall’ entnty has béén estab-
lished in & parent application:and is- still proper.: . Once
status as a small: entity:has. been: established in an ap-

_plication or patent, the status remains in that applica-

tion or patent without the

: §1.62 of this part. Apphcatnons filed under

§ l 60 or § 1.62 of this part must include a reference

to a verified statement in a parem applicatxon nf status
as a small entity is still proper and desired.

(b) Once status:as:a: small ‘entity -has been éstab-
lished im an application or . patent, fees as a small
entity may, thereafter be . paid -in. that apphcatmu or
patent without regatd to a change in status until the
issue fee is due or any maintenance fee is due. Notifi-
cation of any change in status resulting in loss of enti-
tlement to'smail entnty status must be filed in the ap-
plxcation or patent prior to paymg, or at’ the time of
paying, the earliest of the issue fee or- any mainte-
nance fee due after the date on which:status as a small
entity is mo longer appropriate pursuam to §1.9 of
this part. The notification of change in status may be
signed by the apphcant any person authorized to sign
on behalf of the assngnee, or an attorney or agent of
record or acting in a representative capacity pursuant
to § 1.34(a) of this part. :

(c) If status as a small entity is established in good
faith, and fées as a small entity are pald in good faith,
in any application or patent, and it is later discovered
that such status as a small entity was established in
error or that through error the Office was not notified
of a change in status as required by paragraph (b) of
this section, the error will be excused (1) if any defi-
ciency between the amount paid and the amount due
is paid within three months after the date the error
occurred or (2) if any deﬁciency between the amount
paid and the amount due is paid more than three
months after the date the error occurred and the pay-
ment is accompanied by a verified statement explain-



d)(l)" Any attempt t0 fmudulem‘ly (i) emblish
,mb:umneuﬁtym(ﬁ)payMMamﬂenmy
&% 8 orattcm ‘
ALt Siflenst 4 triod prcliosd o empie
| ' (2) Improperly snd through gross negligence () es-
mbhshmgnmmamﬂeﬂﬁtyor(d)mymgfwu
a small ‘entity shall be considered as a fraud
orsttemptedmthe@fﬁce Seeﬁl%(d)mdlsss
ofthmpm
@s5usC. 6.1’% L. 97-247; 15 US.C. 1113, 1123)

{47 FR 40140, Sept. 10, 1982, added effective Oct. 1, 1982; pars.
(&), 49 FR 553, Jan. 4, 1984, eflective date Apr. 1, 1984]

Subpanﬂu-NtﬁumleeMnng'hiom

PROSECUTION OF APPLICATION AND APPOINTMENT
Do OFA‘IMNEYORAGBNT

’my be represented by 8 regls-

‘_of this subchapwr ‘I‘he Patent and Tradcmatk Ofﬁce
_cannot aid i in thc selection of a regmered attomey or
_agent. , SR

OB Conu'ol No. MSHI)H]

[50 FR 5171, Feb. 6, 1985, effective date Mar. s, 1985]

The assignee of reeord of the entire interest in an
application’ for patent is entitled to conduct the pros-
ecution of the application to the exc]usxon of the in-
ventor.
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“orrespondence respecting patent applica-
tiom, reeminamm proceedings, and other
proceedings.

(8) The residence and post office add:ms of the ap-
plicant must appear in the oath or declaration if not
stated elsewhere in. the application. The applicant may
also specify and an attorney or agent of record may
specify a correspondence address to which communi-
cations about the application are to be directed. All
notices, official letters, and other communications in
the case will be directed to the correspondence ad-
dress or, if no such correspondence address is speci-
fied, to an attorney or agent of record (see § 1.34(b)),
or, if no attorney or agent is of record, to the appli-
cant, or to any assignee of record of the entire interest
if the applicant or such assignee so requests, or to an
assignee of an undivided part if the applicant so re-
quests, at the post office address of which the Office
has been notified in the case. Amendments and other

papers filed in the appl:catnon must be signed: (1) By
the applicant, or (2) if there is an assignee of record
of an undivided part interest, by the applicant and
such assngnee, or (3) if there is an assignee of record
of the entire interest, by such assignee, or (4) by an

Hev. 1, Oct, 1968
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_agent, will not be undertaken. If more than 'oné atior-

neyoramtbemadeofrecordanda
address has not been specified, compondence will be
beldwnhtheonehstmadeofmoord ‘

(b) An applxcant who has not made of record 8 reg-
istered attorney or agem may be requu'ed to state

whether he received assistance in the preparatnon or

pmsecutxon of his apphcauon. f'or which any compen-
sation or consideration was given or charged, and if
0, to disclose the naime or mames of the person or
persons provndmg such ' assistance. This includes the
preparation for the apphcam of the. speclﬁcatxon and
amendments or other papers to be filed in the Pitent
and Trademark Office, as well as other assistance in

‘such matters, but does not include merely making
dmwmgs by draftsmen or. steno,graphxc
typing papers.

(c) All notwes, ‘ofﬁcml Ietters, and ot_hcr mqmm-

canons for the patent owner or owners in a reexam-
ination proceeding will be directed to the. attorney, or
agent of record (see § 1. 34(b)) in.the patent file at the
_address listed on the register of patent attorneys and

agents. maintained pursuant to §§ 10.5 and 10.11 or, if
no aftorney or agent is of record, to the patent owner
or owners at the address or addresses of recogd.
Amendments and other papers filed in a reexamina-
tion proceeding on behalf of the patent owner. must

be signed by the patent owner,. or if there is more
than ome owner. by all the owners, or ‘by an.attorney

or agent of record in the patent file, or by a registered

attorney . or agent not of record who acts in a repre-
sentative capacity under the provisions of § 1.34(a).
Double correspondence with the patent owner or
owners and the patent owner’s attorney or agent, or
with more than one attorney or agent, will not be un-
dertaken. If more than one attormey or agent is of

‘record and a correspondence address has not been

specified, correspondence will be held with the last
attorney or agent made of record. _

(d) A “correspondence address” or change thereto
may be filed with the Patent and Trademark Office
during the enforceable life of the patent. The “corre-
spondence address” will be used in any correspond-
ence relating to maintenance fees unless a separate
“fee address™ has been specified. See § 1.363 for “fee
address” used solely for maintenance fee purposes.
[OMB Comtrol Nos. 0651-0010 & 0651-0011]

[36 FR 12617, July 2, 1971; 46 FR 29181, May 28, 1981; para. (d)

added, 49 FR 34724, Aug. 31, 1984, effective date Nov. I, 1984;
para. {c), 50 FR 5171, Feb. 6, 1985, effective date Mar. 8, 1985}

1.34 Recognition for representation.

(a) When a registered attorney or agent acting in a
representative capacity appears in person or signs a
paper in practice before the Patent and Trademark
Office in a patent case, his or her personal appearance
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6 vignature shiall constitute: & répreseutation”
Patent and Trademark Office that undm the pmvn-
sions of this Subchapter and the law, be or she is au-
-thorized to represent the particular. party. in whose
behalf he or she acts. In ﬁlmgmhapaper the regis-
tered attorney or agent should s his or her, seg-
istration number with his or her’ sigmmre Further
‘pmofnfauthority to act in a mpfuwmwc capac:ty
may be required.
- (b) When an attomey or agem shall have ﬁled hls
or her power of attorney, or authorization, duly exe-
cuted by the person or persons entitled to prosecute
an spplication or a patent involved in & reexaminstion
proceeding, he or she is a principal attorney of record
in the case. A principal attorney or agent, so appoint-
ed, may appoint an associate attomey or agent ‘who
shall also then be of record.

[OMB Conzrol No. 0651-0011]

[46 FR 29181, May 29, 198%; para, (s), SO. FR 5171, Feb, 6, 1985,

eﬂ’ecﬁvedateMar B 1985] ’

o of mwer of attormy or au-

. thorl -withdrawal of sttorney or agent.
A power of attorney or authorization of ageﬂt may
be t revoked at any mge in the’ pmc@mgg@ of a case

cation’ ta and approval by the Comm ier. An’at-
‘tofney or agent, except an associate atwmey or agent
whose address is the same as that of the principal at-
torney or agent, will be notified of the revocation of
the power of attorney or authorization, and the sppli-
cant or patent owner will be notified of the with-
drawal of the sftorney or agent. An assignment will
not of itself operate as a revocation of a power or au-
-thorization previously given, but the assignee of the
entire interest may revoke previous powers and be
represented by an attorney or agent of the assignee’s
own selection. See § 1.613(d) for withdrawal of an at-
torney or agent of record in an interference.

[OMB Control No. 0651-0011)
[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

W0 MAY APPLY FOR A PATENT

141  Applicant for patent.

(a) A patent must be applied for in the name of the
actual inventor or inventors. Full names must be
stated, including the family name and at least one
given name without abbreviation together with any
other given name or initial.

(b) Unless the contrary is indicated the word “ap-
plicant” when used in these sections refers to the in-
ventor or joint inventors who are applying for a
patent, or to the person mentioned in §§ 1.42, 1.43, or
8 1.47 who is applying for a patent in place of the in-
ventor.

(c) Any person authorized by the applicant may file
an application for patent on behalf of the inventor or
inventors, but an oath or declaration for the applica-
tion (§ 1.63) can only be made in accordance with

§ 1.64.

'vator,
~oath or declaratxon, and apply for and obtam the
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(d)Awowmsmybemqwedfrmthewmn

filing .the application, that the., ﬁilm was guthorized
- where such authonzauon comes mto qmuan

- (35 US.C. 6, Pub. L. 97-247) - o
‘{48 FR 2708; Jen. zo ms. e«wdve date‘r-'eb z7 ma 4 FR
4285, Jen. 31; 1983} . _

.142 Whenmeinvmt@rhdwd

Caan

In case of the death of the inventor, the legal repre-
sentative (executor, administrstor, etc.) of the de-
ceased inventor may make the necessary oath or dec-
laration, and apply for and obtain the _patent. Where
the inventor dies during the time mtervemng between
the filing of the application and ‘the granting of a
patent thereon, the letters patent may be issued to the
legal represenmnve upon proper mterventnon c

3s USC 6 Pub L 97—247)

[48 FR 2709, Jan. 20, 1983, errecﬁve daie x%eb 27, 1983]
1 43 When the invenfm' is imane or lemﬂly in-

mmcitat )
In we an mvcmor is msane or otherwwglcgally m-

) cf such mventox' may make e necmary

pmt.
(35 US.C. 6 Pub. L. 97—247) , :
[48 FR 2709, Jan. 20, 1983, effective date Feb. 27 1983]

1 44 Pmof of autharity

In the cases mentioned in §6 1.42 and 1 43 proof of
the power or authority of the legal representative
must be recorded in the Patent and Trademark Office
or filed in the application before the grant of a patent.

(35 US.C. 6, 111, 116, 117, 118)

1.45% Joint inventors.

(2) Joint inventors must apply for a patent jointly
and each must make the required oath or declaration:
neither of them alone, nor less than the entire number,
can apply for a patent for an invention mvented by
them jointly, except as provided in §1.47.

(b) Inventors may apply for a patent Jomtly even
though

(1) They did not physically work together or at the
same time,

(2) Bach inventor did not make the same type or
amount of contribution, or

(3) Bach inventor did not make a contribution to
the subject matter of every claim of the application.

(c) If multiple inventors are named in an applica-
tion, each named inventor must have made a contri-
bution, individually or jointly, to the subject matter of
at least one claim of the application and the applica-
tion will be considered to be a joint application under
35 U.S.C. 116
[paras. () & (c}, 47 FR 41274, Sept. 17, 1982, effective date Ost, 1,

1982; 68 FR 2703, Jan. 20, 1983, effective date Peb. 27, 1983; 50 FR
9379, Mar. 7, 1985, effective date May 8, 198%]

" Rew. 1, Oct, 1985
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V-IM Ammmmm

‘ lnémmewhokmapaﬂin’mmmmemmﬁm
or in the patest to be issued is assigned, the spplica-
tion must still be made or authorized to be made, aad
an oath or declaration signed, by the inveator or one
of the persons mentioned in §§ 1.42, 1.43, or 1.47.
However, the patent may be issued to the assignee or
?;n;]:&i to the mvenmandtbe assignee s provided in

(35 U.SC. 6, Pub. L. 97-247)
{48 FR 2709, Jen. 20, 193, effective date Feb. 27, 1963]

147 Filing when an inventor refuses to sign or

, wmm be reached.

(a) If & joint inventor refuses_ to join in an applica-
tion for patent or cannot be found or reached after
diligent effort, the application may be made by the
other inventor on behalf of himself or herself and the
omitted inventor. The oath or declaration in such an
appl:cauon must be accompanied by a. petition includ-

proof of the pertinent facts and. by, the,  reguired
fee (§ 1.17(h)) and must state the last known address
of ‘the omitted inventor. The Patent and- Trademark
‘Office shall forward notice 'of the’ ﬁimg of the applica-
‘tion’ to” the omitted inventor at said- sddress. Should
- such ‘notice be returned to’ the Office’ undehvered, or
should the address of the omitted inventor be' un-
known, notice of the filing of the application shall -be
publighed in the (Wicwl Gazette. The omitted invenfor
may subsequently join in the apphcatxon on filing an
oath or declaration of 'the ‘chardcter *required by
§1.63. A patent may. be granted to the inventor
making the application, upon a showing - satisfactory
to the Commissioner, subject to the same rights which
- the omitted inventor would have had if he or she had
been joined.

(b) Whenever an inventor refuses to execute an ap-
plication for patent, or cannot be found or reached
after diligent effort, a person to whom the inventor
has assigned or agreed in writing to assign the inven-
tion or who otherwise shows sufficient propnetary in-
terest in the matter justifying such action may make

' applncation for patent on behalf of and as agent for
the inventor. The oath or declaration in such an appli-
cation must be accompamed by a petition including
proof of the pertinent facts and a showing that such
action is necessary to preserve the rights of the parties
or to prevent irreparable damage, and by the required
fee (§ 1.17(h)) and must state the last known address
of the inventor. The assignment, written agreement to
assign or other evidence of proprietary interest, or a
verified copy thereof, must be filed in the Patent and
Trademark Office. The Office shall forward notice of
the filing of the application to the inventor at the ad-
dress stated in the application. Should such notice be
returned to the Office undelivered, or should the ad-
dress of the inventor be unknown, notice of the filing
of the application shall be published in the Off cial
Gazette. The inventor may subsequently join in the
application on filing an oath or declaration of the
character required by § 1.63. A patent may be granted

Rev. 1, Oct. 1985

-fmtert‘erence. the peuuou stm!l cu-ply ;-thh me Ke-

are.not inventors of the invention being claimed..

fmmmmmammwmymm
Commissioner.,

(SUSC. 6 Pabi Lo - e

{47 FR 41275, Sepe. 17, 1982, effeclive’ m Oct. 1, 1962; u m

m Jm 2, lm. Mwm Fabl 27, l%&]

(a) If tm‘m 'mvenm m»fimvemms.m' not
named in an application for patent through error
without eny deceptive intention on the pert of the
actual inventor or'invemwn,.the;,applimtion may be
amended to name only the actusl inventor or inven-
tors. Such amendment must be diligently made and
must be accompanied by (a) 8 . petition mcludms 8
statement of facts verified by the original named in-
ventor or inventors. establishing when the error with-
out deceptive intention was discovered and how it oc-
curred; (b) an oath or declaration by each acmal in-
ventor or inventors as requtmd by § 1.63; (c) the fee

“set forth in § 1.17(h); ‘and (d) the wmten cousem of

any assignee. When the application is involved in an

filed deleting

amendment must be;dxhgently made and shall be at:-
companied by: = .
(1) A petmon mcludmg a statement mdenufymg

.each named inventor. who. is. bemg deleted and ac-

knowledging that the inventor’s invention is no longer
being claimed in the application, and -

(2) The fee set forth in § 1.17(h).

(c) If an application discloses unclaimed sub_;ect
matter by an inventor or inventors not named in the
application, the application may be amended pursuant
to paragraph (a) of this section to add claims to the
subject matter and name the correct inventors for the
apphcatlon

[OMB Control No. 0651-0018]

[48 FR 2709, Jan. 20, 1983, effective date Feb. 27, 1983; 49 FR
48416, Dec. 11, 1984, effective dste Feb. 11, 1985; 50 FR 9379,
Mar. 7, 1988, effective date May 8, 1965}

THE APPLICATION

1.51 General requisites of an application.

(a) Applications for patents must be made to the
Commissioner of Patents and Trademarks. A com-
plete application comprises:

(1) A specification, including a claim or claims, see
66 1.71 to 1.77.

(2) An cath or declaration, see §§ 1.63 and 1.68.

(3) Drawings, when necessary, see §§ 1.81 to 1.8

(4) The prescribed filing fee, see § 1.16.
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-(JS\US.C.G.M L97-247 18 USC IIIS. 1135

-[42 FR 8593, Jam. 38, 1977; pares. (8) & (c); 47 FR 41275, Sept. 17,
1982, effective date Oct. 1, 1962 peres: (2) & (b 48 FR 2709, Jen.
20, 1983, effective date Feb. 27, 1983)

(@) The apphcatxon. any amendnmu or corrections
thereto, and the osth or declaration must be in the
English language except as provided for in § 1.69 and

“paragraph (d) of this section, or be accompnmed bya

verified transiation of the application and ‘a translation
.of amy.corrections or amendments : into the English
-language. All pspers which' are to become a part ‘of
-the permanent records of the Patent and Trademark
-Office mugt be legibly written; typed, or printed:in
-permanent ink or its:equivalent in quslity. All of the
-gpplication: papers must be: presented ‘in-a form having
-sufficient clarity and contrast between the paper and
the writing, typing, or:printing thereon to permit the
direct - reproduction. of readily legible: copiés:in any
-number-by use: of photographic, electrostatic, photo-
-offaet, and microfilming processes. If the: papers are
not.of the reguired quality, substitate typewritten or
printed papers of suitable quality may be required:
. -{b): The: spplication papers (specification, including
cleims, abstract, oath or declaration, and’ papers - as
provided for -in- §§ 1.42, 1.43, 1.47, etc.) and also
papers subsequently filed, must be plainly written on
but one side of the paper. The size of all shests of
paper should be 8 to 8% by 10% to 13 inches (20.3 to
21.6 cm. by 26.6 10 33.0 cm.). A margin of at least ap-
proximately omne inch (2.5 cm.) must be reserved on
the lefi-hand of each page. The top of each page of
the application, including claims mwst have a margin
of at-least approximately % inch (2 cm.). The lines of
text must not be crowded too closely together; type-
written lines should be 1% or double spaced. The
pages of the application, including claims and ab-
stract, should be numbered comsecutively, starting
with 1, the numbers being cemtally located above or
preferably, below, the text.

(c) Any interlineation, erasure, cancellation of other
alteration of the application papers filed must be made
before the signing of any accompanying oath or dec-
laration pursuant to § 1.63 referring to those applica-
tion papers and should be dated amd inmitialed or
signed by the applicant on the same sheet of paper.
No such alterations in the application papers are per-
missible after the signing of an oath or declaration re-
fefring to those application papers (§ 1.56(c)). After
) the signing of the oath or declaration referring to the
) application papers, amendments may only be made in
the manner provided by §§ 1.121 and 1.123-1.125.

R-21
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(d) AR wﬁmwu mey: be filed in:a Jas po
‘ . A veriﬁed Euglish mmm afm

(Pab. L. 94-131, 89 Suat. 689; 35 usc. 6 Pub L 97-247 15
U.S.C. 1113, 1123)

[43 TR 20862, My 11, 1978; parss. (¢) & (d), 47 FR 41275, Sept.
17, 19€2, effective date Oct. 1, 1982; para. (c), 48 FR ‘2709, Jen. 20,
1983, effective date Feb. 21, 1963; para. (@), 9 FR' ssc. Ten. 4,
1984, effective date Apr. 1, 1984]

1.53 Serial number, filing date, and compmion
of application.

(a) Any npphcatmu for a patent receaved in the

Patent and Trademark Office will be- aasngned aseml
, numbcr for identification purposes. . P

" (b) The ﬁlmg date of an apphcatx

tion or drawing required by patagraph (b) of tlns sec-
tion, apphcam wdl be so notified and given ‘a’time
period within which to ‘subimit the omitted specifica-
nonordmwmgmorderwobtamaﬁlmgdatcmof
the date of filing of such submission, If the omission is
mot corrected within the time period set, the applica-
tion will be returned or otherwise disposed. of;. the fee,
if submitted, will be refunded less a $15.00 handling
fee, . . ‘
@ If an apphcauon wluch has been accorded ‘a8
filing date pursuant to paragraph (b) of this section
does not include the appropriate filing fee or an oath
or declaration by the applicant, applicant will be so
notified, if a correspondence address has been provid-
ed, and . gaven a period of time within which to. file
the fee,. oaiil, or declaration-and to pay the surcharge
as set forth in § 1.16(e) in: order to prevent abandon-
ment of the application. If the requu'ed filing fee is
not tnmely pald or if the processing and retention fee
set forth in § 1.21(1) is not paid within one year of the
date of mailing of the notification required by -this
paragraph, the application will be disposed of. No
copies will be provided or certified by the Office of
an application which has been disposed of or in which
neither the required basic filing fee nor the processing
and retention fee has been paid. The notification pus-
suant to this paragraph may be made simultaneously
with any notification pursuant to peragraph (c) of this
section. If no correspondence address is included in
the application, applicant has two months from the
filing date to file the fee, oath or declaration and to
pay the surcharge as set forth in § 1.16(¢) in order to
prevent abandonment of the applucatnon or one year
from the filing date to pay the processing and reten-

Wo‘kom.am
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*.21(1) 1o pre‘vem’ ﬂhpoml af the o

i .(e) An spﬁhmm for S ¥ patem wm ‘ot b plwed
‘upon the: files for examination wntil all 'its” requited
.parts, complying with the rules relatinng’ thereto, are
received, escept that certain minor: informalities may
 be waived subject to subsequent correction whenever
' required.
. () The filing date of an mwmauoml apphcauoﬂ
designating the United States of Americe shall be
treated - as the filing date in. the United States of
America under PCT Article 11(3), except as prowded
_in 35 U.S.C. 102(e) . u _
(35 US.C. 6, Pub. L. 97-247)
{48 FR 2709, Jan. 20, 1983, effective date Feb. 77, l983 peras. (b)

& (3), 4 FR 54, Jan. 4, 1984, effective date Apr. 1, ‘1984; pam.
(c), 50 FR 31826, Auvg. 6, 1985, éffictive date Oct. 'S, 19851

1.5¢  Parts of applieaﬁon to be ﬁled together

L"t’inpany mch part, accutﬁteiy
it with the ather, pm:ts of the

,(3susc 6, Pub L e 247)’
[48 lFR 2710, Im. 20. 1983 eﬁ'ectnve date Feb 27 1983]

155 . Cleim for fm'eign priority :

(a) An apphcant may claim the: bencﬁt of the ﬁlmg
dite of a prior foreign applxcatwn under the condi-
tions specified in 35 U.S.C. 119 and 172. The claim to
priority need be in no special form and may be made
by the attorney or agent if the foreign application is
referred to in the oath or-declaration as required by
§ 1.63. The claim for priority and-the certified copy
of the foreign application specified in the second para-
graph of 35 U.S.C. 119 must be filed in the case of
interference (§ 1.630) when necessary to overcome the
date of a reference relied upon by the exammer, or
when specifically required by the examiner; and in all
other cases they must be filed not later than the date
the issue fee is peid. If the papers filed are not in the
English language, a - -translation need not be filed
except in the three particular instances specified in the
m‘cwdmg gentence, in which event a sworn transia-
tion or & translation certified as accurate by a sworn
or official translator must be filed. If the priority
papers are submitted after the date the issue fee is
peid, they must be accompanied by a petition request-
ing their entry and the fee set forth in § 1.17().

(b) An appﬂmnt may under certain circumstances
. claim priority on the basis of an application for an in-
ventor’s certificate in a country granting both inven-
tor’s certificates and patents. When an applicant
wishes to claim the right of priority as to a claim or
claims of the application on the basis of an application
for an inventor’s certificate in such a country under
35 U.S.C. 119, last paragraph (as amended July 28,

v, 3, Oct. 1985

examination ' of ‘the- apphcatnon ‘Such ! information' is
-material where there is a substantial: likelihood that a

applican Wwwmmwc.
itthig @ !aimfenuchﬂgﬁtm

paragraph (a) of this section, shill include afﬁdavnt

or - declaration ' including & specific mtemem ‘that, §

upon an investigation, he ‘or e’

o hersef that 1 i bae of hi of e Knowledge

plicant, when fiting his or her applicetion for the in-
ventor's certificate, had the option to file an' applica-
tion either for @ patent or an inventor’s certificate as
to the subject matter of the identified claim or claims
forming the basis for the clmm of pnonty

(38 U.S.C. 6, Pub. L. 97-247)

[para. (b), 47.FR 41275, Sept. 17, .1982; effective date Oct. 1, 1982;
48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983; para. (b), 49
FR 534, Jan. 4, 1984, effective date Apr. 1, ' 1984; pam. (a). 49FR
48416,Dec 12, 1984, eﬂ'ecnvednte Feb. 11, 1985]

1.56 Duty af dixclosure, fraud, __
jeetion of apphcaﬂnns. et
(a) ‘A duty rof - candor and good fmth toaward the

@r re-

i Paﬁent and Trademark Officé rests on the'inventor, on
‘esch-attoriey. or-agent: who -prepares 'or:prosecutes
«the:application. and on-every other-individual whois
-giibatasitively: involved ‘in:the preparamn OF- Prosecy-
- tion: of the' applncatwn and who:is associated: with the
-inventor; with:the-assignee or:with anyoae to" 'whom
.there:is- an : gbligation: -to: assign the-application. All

such: individualé- have & duty to discloge to:-the Office
information they are aware: of which: is material to the

reasonable : examiner ‘would -consider it important - in
deciding whether to-allow the application to.issue as a
patent. The duty. is commensurate with the degree of

-involvement in the preparatlon or prosecutmn nf the

application. _

M) stclosures pursuant to this sectnon must be ac-
companied by a copy of each foreign patent docu-
ment, non-patent publication, or other non-patent item
of 'information in:written form which is. being dis-
closed or by ‘a statement that the copy' is ot in the
possession of the . person meking the: disclosure and
may be made to the Office through an attorney or
agent having responsibility for the preparation or
prosecution of the application or through an inventor
who is acting in his or her own. behslf. Disclosure to
such an attorney, agent or-imventor shall satisfy the
duty, with respect to-the information disclosed, of any
other individual. Such an attorney, agent or inventor
hae no duty to transmit information which is not ma-
terial to the examination of the application.

(c) Amny application may be stricken from the fles

(l) An oath or declaratnon pursuant to § 1.63 is
signed in blank;

{(2) An oath or declaration pursuant to § 1.63 is
signed without review thereof by the person making
the oath or declaration;

(3) An oath or declaration pursuant to §1.63
signed without review of the specification, includin
the claims, as required by § 1.63(b); or
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.t:m pdpeuﬁledmﬁheomeue sl-
‘ '““"gnmsofanmthordecmmpum
’antto§163 referrﬁngtothoaeupﬂmhonpppen. ‘
' (d).No patent will be| on an spplicition in
'connecﬁonwithwhichfmudmtheﬂfﬁmwwm
:weddr el ortl::duty of disclosure’ wnm
Jated througﬁ ‘bad" faith or gross negligence.
'clmms -m apphcation shall be rejected if upon ex

t to 35 U.S.C. 131 and 132, itisa—
tablished by clear and convincing evidence (1) that
any fraud was practicéd or attempted on the Office in
connection with the application, or in coamection
with any previous spplication upon which the appli-
cation relies, or (2) that there was any violation of the
duty of disclosure through bad faith or gross negli-
gence in connection with the application, or in con-
nection with any previous application upon which the
application relies.

(¢) The examination of an application for compli-
‘ance with peragraph (d) of this section will normally
be delayed until such time as (1) all other matters are
resolved, or (2) appeliant's reply ‘brief pursuant to
§H93(b) ‘hag beenﬁ recewed ‘and the ‘application is
‘otherwise sonsideration by the Board of
Appeals; at which time the appeal will be suspended
forexammmwmantwpamgmpb (@) of this sec-
tion. Thcprmutmnofthcapphemmwxﬂbere-
opened to the extént necessary to conduct the exami-
nam:npummtmparagmpb(d)ofthlssecmnm
cluding any appeal pursuant to § 1.191. If an appeal
has already been filed based on a rejection on other
grounds, any further rejection under this section shall
be treated in accordance with § 1.193(c).

(f) Any member of the public may seek to have an
application stricken from the files pursuant to para-
graph (c) of this section by filing a {imely petition to
strike the application from the files. Any such timely
petition and any accompanying papers will be entered
in the spplication file if the petition and accompany-
ing papers (1) specifically identify the application to
which the petition is directed, and (2) are either
served upon the applicant in accordance with § 1.248,
or filed with the Office in duphcaw in the event serv-
ice is not possible. Any such petition filed by an attor-
ney or agent must be in compliance with § 10.18.

8 A petmon to strike an application from the files
submitted in accordance with the second sentence of
paragraph (f) of this section will be considered by the
Office. An aclmow!edgement of the entey of such a
petition in a reissue application file will be sent to the
member of the public filing the petition. A member of
the public filing such a petition in an application for
an original patent will not receive any communica-
tions from the Office relating to the petition, other
than the return of a self-addressed postcard which the
member of the public may include with the petition in
order to receive an acknowledgement by the Office
that the petition has been received. The Office will
communicate with the applicant regarding any such
petition entered in the application file and may re-
quire the applicant to respond to the Office on mat-
ters raised by the petition. The active participation of
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ﬂwmemberofthepublwﬁlmgapeﬁtm uantto
paragmph (D of this section ends with the filing of the
petition and no further submission on behalf of the pe-
titioner will be acknowledzed or. considered unless
such submission raises new issues which could not
have been earlier presented, and thereby commum a
new petition..

()] Any member of the public may seek to have the
cleims in an npphcatxon rejected pursuant to para-
graph (d) of this section by filing a timely protest in
accordsnce with § 1.291, Any such protest filed by an
attorney or agent must be in complisnce with § 10.18.

(i The Office may require applicant to supply in-
formation pursuant to paragraph (a) of this section in
order for the Office to decide any issues relating to
pm'agraphs (c) and (d) of this section which are raised
by a petition or a protest, or are otherwnse discovered
by the Office.

() If any disclosure pursuant to this section does
not include a copy-of ‘esch’ foréign pateat documient,
non-patent pubhcatwn, or other non-patent item’of in-
formation in written form which is being disclosed or
astatemcntthatacopytbereohsnotmthepmaes—
sion of the person making the! disclosure,. applicant
will be so. notified and given. & period of time within
which to file the copy or. 2 statement that & copy-is
not in the possession of the person making the disclo-
sure, The time penod set may be extcnded under
§ 1.136.

[OMB Control No. 065!-0011]

{35 U.S.C. 6, Pub. L. 97-24T)

[42 FR 5593, Jan. 28, 1977; paras. (d) & (e)-(i), 47 FR 21751, May
19, 1982, effective date July 1, 1982 para. (c), 48 FR 2710, Jan. 20,
1983, effective date Feb. 27, 1983; paras. (b) & (), 49 FR 554, Jan.
4, 1984, effective date Apr. 1, 1984 paras. (d) & (h), 50 FR 5171,
Feb. 6, 1985, effective date Mar. 8, 1985]

§1.57  [Reserved]
[48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983]

1.58 Chemical znd mathematiml formules and
tables.

(a) The specification, including the claims, may
contain chemical and mathematical formulas, but shail
not contain drawings or flow diagrams. The descrip-
tion portion of the specification may comtain tables;
claims may contain tables either if necessary to con-
form to 35 U.S.C. 112 or if otherwise found to be de-
sirable.

(b) All tables and chemical and mathematical for-
mulas in the specification, including claims, and
amendments thereto, must be on paper which is flexi-
ble, strong, white, smooth, nonshiny, and durable in
order to permit use as camera copy when printing
any patent which may issue. A good grade of bond
paper is acceptable; watermarks should not be promi-
nent. India ink or its equivalent, or solid black type-
;yriter, should be used to secure perfectly black solid
ines.

(c) To facilitate camera copying when printing, the
width of formulas and tables as presented should be
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[(273 ,cm.)_”md to, p!ace it sideways o ‘

‘ et ‘charactets used “in wch fommlas and
tables must be from a block (nonscript) type font or
iettcnng style having ¢ capital letters which are’at least
0.08'inch (21 ‘mm.) high'(e.g., elite type). Hand letier-
ing ‘miist be heat, clean, and have a mnmmum charac-
ter height of 0.08 inch (2.1 mm.). A space at least Y
inch (6.4 mim.) high should be provided between com-
plex formulas and tables and the ‘text. Tables should
have'the lines and columns of data closely spaced to
comerve space, cons:stent thh h!gh degree of legnbnl-
ity.

(Pub. L. 94-131. 89 Stat, 685y

[43 FR 20463, May 11, 1978

1.59 Pm 0f awlimﬁon m& ﬁIing date mt
tﬂ be retwrned.. -

P&pen i an apphcamn whmh has recaved ‘® ﬁlmg
datepumxant o §l§3 'will not be returned for 'any
purpose: whatever. I applicants have notpréserved
copies of the papers; theOfﬁcewnllfnmmhcopws at
the usual coit of any-application-in which either. the
required basic. filing fee (§ 1.16) or the processing and
retention fee (§ 1.21(1)) has been peid. See §1.618 for
return of unauthorized and nmproper papers in mtet-
ferences.

f48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983 49 FR 554,
Jen. 4, 1984, effective date Apr. 1, 1984; 49 FR 48416, Dec. 12,
1984, 50 FR 23123, May 31, 1985, eﬂ'ecuve date Feb, 11, 1985].

160  Continuation or divisional application for
invention disclosed in a prior spplication.

(a) A comtinuation or divisional application (filed
under the conditions specified in'35 U.S.C. 120 or 121
and § 1.78(a)), naming as inventors the same or less
than all the inventors named in a prior application and
which discloses and cleims only subject matter-dis-
closed in the prior application may be filed as a sepa-
rate application before the patenting or abandonment
of or termination of proceedings on the prior applica-
tion.

(&) An &pplncant may omit signing of the oath or
declaration in a continuation or divisional application
if (1) the prior application was & complete application
as set forth in §1.5i(a), (2) applicant files a true copy
of the prior complete application as filed including
the specification (including claims), drawings, oath or
declaration showing the signature or ap indication it
was signed, and any amendments referred to in the
oath or declaration filed to complete the prior appli-
cation, and (3) the inventors named in the continu-
ation or divisional application are the same or less
then all the inventors named in the prior application.
The copy of the prior application must be accompa-
nied by a statement that the application papers filed
are 8 true copy of the prmr application and that no
amendments referred to in the oath or declaration

fhev. 1, Oct, 1968

lete the pnor application introduced new

nattér therein. Such’ statement must be by the

p it's aftorney or agen

venﬁed stement if made byaperm@otmwtemd
before the Patcm: end Trademark Office.

ts ceducing the number, of clsims or

e to_the | pr:or applwam @1. 78(a))

will bz entéred before calculating the filing fee and

granting. the, filing dete.. If the continuation or divi-
sional applmam is filed by less than all the inventors
named in_the prior ‘application 8 statement must ac-
company . the application when ﬁled -requesting. dele-
tion of the names of the person or_persons who age
not inventors of the invention being cla;med in the
contmuaawn or divisional applxcatnon L

[OMB Coatrol No. 0651-0011] - Lon

{48 PR 2710, Jam. . 20, 1983, eﬂ'emve date Feb 27 1983 49 FR 554,
Jam. 4, 1984, effective date Apr. 1, 1984; 50 FR 9379. Mn 7, 1985,
effective date May 8, 1%5] -

: Fﬂmg of m]icaﬁous in the Umwd States
: g maDesngna‘ Ofﬂeg. Rk
the mmmauonal

the pnomy date. (l)-‘A copy of .the, mternanonal ap-
plication with any amendments under PCT Article 19,
unless it has been ‘previously commumcated by the
International. Burean or unless it was originally filed
in the U.S. Patent and Trademark _Oﬁ'ice,_ (2) a trans-
lation of the international application and a translation
of any. amendments under PCT. Article 19 into- the
English language, if originally filed in another lan-
guage; (3) the national fee (sce § 1.445(a)(4)); and (4)
an oath or declaration of the inventor (see § 1.70).

(b) If the translation of the international application,
oath or declaration, and national' fee have not been
submitted by the applicant within twenty (20) months
from the priority date, such requirements may be et

within twenty-two (22) months from the priority date.

The payment of the surcharge  set forth in
§ 1.445(a)(5) is required as a condition for accepting
the national fee or the oath or declaration later than
20 months after the priority date: The paymient of the
processing fee set forth in § 1.445(a}(6) is required for
acceptance of an English translation later than 20
months after the priority date. Failure to comply with
these requirements will result in abandonment of the
application. The provisions of § 1.136 do not apply to
the 22 month period of this section.

(c) If a copy of the amendments under PCT Article
19 is not communicated by the International Bureau
or a copy thereof and any necessary English transla-
tion thereof is not received by the end of 20 months
from the priority date, such failure will be regarded as
cancellation of the amendments under PCT Article 19
in the international application.

(d) Verification of the translation of the internation
al application or any other document pertaining to an
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al'é v sification.
md,oﬁfhardechmﬁonﬁomtpﬁorcompﬁeteappﬁﬁ
cation’ (§ 1.51(a))’ which is to be ebandoned, may be

filed before ‘the ‘paymient ‘of the issue fee, sbandon-

ment ‘of, or termination of proceedings on the prior
application. The filing' date of an application filed

under this section is the date on Which & request is
filed for an application under this section’ including

identification of the Serial Number, filing date, end
applicant’s name of the prior complete application. If
the continuation, continuation-in-part, .or. divisional
apphcatton is filed by less than all the inventors
named in the prior application a statement must ac-
company e’ spplication ‘when ‘filed réquesting dele-
tion of the names of the g . persons who are

: y pretimi
entry of ‘any amcndments under §1.116 unentered in
the prior applncatlon ‘Which- apphcant has requested to
be entered in the contmmng apphcatron

“(c) In the case of a continuation-in-part appllcatzon
which @dds and claims additional” disclosure by
amendment, an oath or declaration as required by

& 1.63 must also be filed. In those situations where a

new oath or declaration is required due to additional
subject matter being clauned, additional inventors
may be named in the contisiuing application. In a con-
tinuation or divisional application which discloses and
claims only subject matter disclosed in a prior appli-
cation, no additional oath or declaration is reguired
and the application must name as inventors the same
or less than all the mventors named i in the prior appli-
cation.

(d) If an applwatmn which bas been accorded a
filing date pusrsuant to paragraph (a) of this section
does not include the apptopmtc basic filing fee pussu-
ant to paragraph (b) of this section, or an oath or dec-
laration by the applicant in the case of a continuvation-
in-past application pursuant to paragraph (c) of this
section, applicant will be %o notified and given a
period of time within which to file the fee, oath, or
declaration and to pay the surcharge as set fonh in
§ 1.16(e) in order to prevent abandonment of the ap-
plication. The notification pursuant to this paragraph
may be made simultaneously with any notification of
a defect pursuant to paragraph (a) of this section.

(e) An application filed under this section will uti-
lize the file wrapper and contents of the prior applica-
tion to constitute the new continuation, continuation-

fy amendment and
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new application ‘number; ;..
f) . The filing .of en- applic ;
wdlbecmttmdwmcludeawm@mmmw
the; applicant - under, 35, U.S.C. 122 .t0 the extent: that.
any member of the public who is. entitled, uader M;
provisions of 37 CFR 1.14 to acoess %o, ot information
concerning either the, prior application. o any- mw
tinuing applimtion filed undcrthemoviﬁmoﬂkh
wmmaybemvemumimmw.orcimﬂum«,
formation concernimg, the other application(s) in. m
file wrapper. ;
(g) The filing of & request for a continuing applicu
tion under this section will be considered to be & re-
quest to expreasly abandon -the prior application as of
the filing date gmmed the continving application. = -
. (h) The applicant is urged to furnish the following -
information relsting to the prior and oominuing apph-
cations to the best of his or her-ability: =~
(1) Title as originally filed and'as last amended;
2y Name of applncant as"' "ginally ﬁled and’ as lmtf
amended; "
(3) Current correspondence addreﬁs of appﬁcmt,
(4) Identification of prior. foreign appixcatmn and‘
any priority claim under 35 U.S.C. 119, &= .
(5) The title of the invention and names of the ap-
plicants to be niimed i the' continuing application.
@) Enveélopes ‘containing ' only application papers
and fees for filing under this section should be marked
“Box FWC". _
{oMB Control No. 0651-00!1]
(35 US.C. 6, Pub, L. 97-247)

[47 FR 47244, Oct. 25, 1982, added effective Feb, 27, 1983 48 FR
2710, Jan. 20, 1983, effective date Feb. 27, 1983; paras. (a)& (d), 49
FR 555, Jan. 4, 1984, effestive date Apr. 1, !984 peres. (a), () &
(h), 50 FR 9380, Mas. 7, 1983, effective date May 8,.1985]

OaTH OR DECLARATION

1.63 Oath or declaration,

() An oath or declaration filed under § 1.51(a)(2) as
a part of an apphcatxon must:

g (1) Be executed in accordance with either § 1. 66 or

1.68;

(2) Identify the specification to which it is directed;

(3) Identify each imventor and the residence and
country of citizenship of each inventor; and

(4) State whether the inventor is a sole or joint in-
ventor of the invention claimed.

(b) In addition to meeting the requirements of para-
graph (a), the ocath or declaration must state that the
person making the oath or declaration:

(1) Has reviewed and understands the contents of
the specification, including the claims, as amended by
any amendment specifically referred to in the cath or
declaration;

(2) Believes the named inventor or inventors to be
the original and first inventor or inventors of the sub-
ject matter which is claimed and for which a patent is
sought; and
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€)] Acknowledw the duty to duqm ;nformamn, N
b s the ﬁﬁﬁca-ﬁ

which 15" ing )
miuaccordmcewuh&glsﬁ(a_ ]

(©) In addition'to meeting: the ‘teq para-
graphs (a)-and (b)-of this section, the odth’ or declaras
tionmmymﬁmﬁmm%v!ﬁchack&nfmfomgn’
Myhmwewmmtmg’assmmmmy the

for patent of inventor's certificate’

foreign
Oﬂwhdchpmﬁtykchimd,mdmyforﬂguappﬁca-‘
tion havingmﬁﬁnsdate before that of the' application

on which priority is claimed, by specifying the’ ‘appli-

w number, country, day, moath end yem- 0f its
8

{d) In any . continuation-in-part apphmtuon filed

under the conditions specified in 35 U.S.C. 120 which'

dhcmandc!mmsmbgectmnermaddmontothm

disclosed in the prior copending application, the oath

or- declaration must also state that the person making
the cath or declaration acknowledges. the duty to dis-
cloee material information: as defined in §1. 56(a)
which occurred between the filing date of the prior

application and. the nationsl or PCT. mtematxonal
ﬁlmg date of the contmuatnon-m-part applncatxon s
{OMB Coatrol No. 0651-0011] . s e A
(35 US.C. 6, Pub. L. 97-247)

4285, Jan. 31, 1983] -
* Person maklng oath or declar:

[48 FR 2711, Jan. 20, 1983, m eﬂ’ecuve Feb 27 1933 4s PR

(a) The oath or declaration must be made'by all of

the actual inventors except as provided for in §§ 1.42,
1.43, or 1.47.

{b) If the person making the oath or declaratton 1s
not the inventor (§§ 1.42, 1.43, or 1.47), the oath or
declaration shall state the relationship of the person to
the inventor and, upon information and belief, the
facts which the inventor is required to state.

[OMB Control Wo. 0651-0011}

(35US.C. 6 Pub. L. 97-247y .
{48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983}

1.66  Officers authorized to administer oaths.

(2) The oath or affirmation may be made before any
person within the United States avthorized by law to
edminister oaths. An oath made in a foreign country
may be made before any diplomatic or consular offi-
cer of the United  States authorized to administer
oaths, or before any officer having an official seal and
authorized to administer oaths in the foreign country
in which the applicant may be, whose authority shall
be proved by a certificate of & diplomatic or consular
officer of the United States, or by an apostille of an
official designated by a foreign country which, by
treaty or convention, accords like effect to apostilles
of designated officials in the United States. The oath
shall be attested in all cases in this and other coun-
tries, by the proper official seal of the officer before
whom the osth or affirmation is made. Such oath or
affirmation shall be valid as to execution if it complies
with the lawe of the State or couniry where made.
When the person before whom the oath or affirmation
is made in this country is not provided with a seal, his
official character shall be established by competent

Rev. 1, Cct. 1965
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country’ forexgn o the United‘ States, a1y accompany-
ing application pepers, except the dra , must be
attached together with the cath and a passed
oneormomumthmghmll t}wmwmw
cation, except, the . drawings, the .ends. of said
ribbon . brought.. ¢ the sesl . before..the
lattermafﬁxedmdam rqu ormhsbeetmmtbu
impressed : with theofﬁcmlsealoftheofﬁwhﬁm’e
whom the oath is taken. If the papers as,filed are not
properly ribboned: or each:sheet impressed with: the
seal, thecmwmbeaccepwdforexmnm,but
before it is allowed, duplicate papers, prepered: in
glomphance wnth the foregomg - sentence,. must be'
ed. .
[OMB Control: No 0651-00! 1]
(35 U.S.C. 6 15 US.C. 1113 1123)
[47Fn4n275 Sept. 11 1%2, effective date Oct 1, 1932]

corfect any deficiencies or maccuracxés prwent f an
eerher filed oath or declaration. . .. . . S
\ th“or _declaratmn meetmg the,
: t be filed: (1) When a claim.
is prescnted for matter ongma.lly shown or. dmnbed'
but zot substanually embraced in the statement of in-
vention or claims originally presented; and (2) When,
an oath or declaration submitted in accordance with |
§ 1.53(d)  after. the filing of the specification and any
required drawings specifically and improperly refers
to an amendment which includes new matter. No new
matter may be introduced into an application after its
ﬁlmg date even if a supplemental oath or declaration
is filed (§ 1.53(b); § 1.118). In proper cases the oath or
declaration here required may be made on informa-
tion and belief by an applicant other than inventor.

[OMSB Control No. 0651-6011]
(35 US.C. 6, Pub. L. 97-247)
{48 FR 2711, Jan. 20, 1983, effective date Feb. 27, 1983]

1.68 Declaration in lieu of oath,

Any document to be filed in the Patent and Trade-
mark Office and which is required by any law, rule,
or other regulation to be under oath may be sub-
scribed to by a written declaration. Such declaration
may be used in lieu of the oath otherwise required, if,
and only if, the declarant is on the same document,
warned that willful false statements and the like are
punighable by fine or imprisonment, or both (18
U.S.C. 1001) and may jeopardize the validity of the
application or any patent issuing thereon. The declar-
ant must set forth in the body of the declaration that
all statements made of the declarant’s own knowledge
are true and that all statements made on information
and belief are believed to be true.

[OMB Control No. 0651-0011]
{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]
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