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PART I-~PATENT AND TRADEMARE OFFICE
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1. Establishment, Officers, Functions.
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4. Patent Fees.

CHAPTER 1-ESTABLISHMENT, OFFICERS,
FUNCTIONS

Establishment.

Seal.

Officers and employees.

Restrictions on officers and employees a3 to interest in patents.
[Repealed.]

Duties of Commissioner.

Board of Patent Appezls and Interferences.

Library.

Claseification of patents.

. Certified copies of records.

. Publications.

. Enchange of copies of patents with foreign countries.
. Copies of patents for public librasies.

. Annual report to Congress.

R i

he Pret s Tk Offc il condote o0
y of Commerce, where

as otherwise pmvided by law::
@uly 19, 1952"ch"950 66 S" . 792; Jan,'2,
Pub. L. 93~596 §l 88 Stat 1949)1\ -
§2 Seal ' SRS
‘The Patent and deemark Ofﬁce shall have @ seal‘
with- whnch letters patcm, ‘certificates “of ‘trade-miark
registrations, and- papers lssued from the Ofﬁce shall‘
be autheénticated. " 1
Quly 19, 1952, ch. 930, 66 Stat.. 792; Jan. 2, 1975
Pub. L. 93-596, § 1, 88 Stat_ 1949) L

Office a Commnssloner ¢ | :
Deputy Commissioner, two Assistant Commissioners,
and’ exaniinérs-in-chief appointed” under” ‘section 7'of
thiis' tide The* Dépiity Co ioner; ‘or, in the event"
of' & vwnmcy ‘i ‘that office, the ’ ‘Assistant Co :
er semor in’ date ‘of appomtment shiall fill- the office of -
: oner’ dumng & vacancy in ‘that office until
’ sioriei is appointed’and - takes office. The
Cmmmmmier of ‘Patenits and Tradémarks, the Deputy
Commissioner, and the Assistent Conimissioners’ ghiall”
be appmn@ed by the President, by and with the advice -
and consent of the Senste.:The Secretary of Coms-
merce, poni the nomindtion of the Commissioner, in
accordance - with Haw shall appomt ‘all other officers
and employees. -

(b) The Secretary of Commerce may vest in- himself
the fanctions of the Patent and Trademark Office and
its officers and empldye?es specified in this title and
may from time to time authorize their performance by
any other officer or emiployee.

(c) The Secretary of Commerce is authonzcd to fix
the per anniim rate of basic compensation of each ex-
aminer-in-chief in the Patent and Trademark Office at
not in excess of the maximum scheduled rate provided
for positions in grade 17 of the General Schedule of
the Classification Act of 1949, as amended. ‘

(July 19, 1952, ch. 950, 66 Stat. 792; Sept. 6, 1958,
Pub. L. 85-933, § 1, 72 Stat. 1793; Sept. 23, 1959, Pub.
L. 86-370, § 1(a), 73 Stat. 650; Aug. 14, 1964, Pub. L. .
88-426, §305(26), 78 Stat. 425; Jan. 2, 1975, Pub. L.
93-596, & 1, 88 Stat. 1949; Jan. 2, 1975, Pub. L. 93-
601, § 1, 88 Stat. 1956; Aug. 27, 1982, Pub. L. 97-247,
§ 4, 96 Stat. 319.)

(d) The Commissioner of Patents and Trademarks
shall be an Assistant Secretary of Commerce and shall
receive compensation at the rate prescribed by law
for Assistant Secretaries of Commerce. (Added Oct.
25, 1982, Pub. L. 97-366, § 4, 96 Stat. 1760.)

(&) The members of the Trademark Trial and
Appeal Board of the Patent and Trademark Office

L3 Rev. 1, Oct. 1985
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596, § 1, 88 Stat. 1949; Nov. 14, 1975, Pub. L. 94-131,.

shall each be paid et & rate not to

mum rate of besic pay peyable for (F9:16 of ¢

eral Schedule under sottion 5332 of Title 3.~/ ¢
(Added Mlys 1985 Pﬂb L 98-622, ’405)

Ofﬁém and émp!oyea of the Pm”m‘rmf

mark Office shall be incapable, during the period of

tlmrappoinunemsmdforoneymthemaﬁer of ap-
plying for a patent and of acquiring, directly or indi-

rectly, except by inheritance or bequest, any patent or
amy right or interest in eny patent, issued or to be

issued by the Office. In patents applmd for thereafter
they shall not be entitled to any priority date earlier .
than one year after the termination of their appoint- .

ment.

(uly 19, 1952 ch. 950, 66 Stat. 793; Jan 2, 1975.

Pub. L. 93-596, § 1, 88 Stat. 1949,)

[gs Remled. Pub. L. 92-310, title TI, §m(a),"

“June 6, 1972, M Sm& 203]

§6 Duﬂes of Cor
(a) m Lomm

Secretary of: Cmnmeme, mhall supenmend or Marmw
all duties required by law recpectmg the granting and -
issuing ‘of patents snd the. registration -of trademarks;.
ghall have the authority to carTy on, studies,- -PrOgrams,”

or exchanges of items or services regardmg -domestic

and infernational patent snd trademark law or the ad-
ministration of the Patent and Trademark Office and .
sball have charge of property belonging (o the Patent -
and Trademark Office. He may; subject to the ap-.
proval of the Secretary of Commerce, establish regu-.
lations, not inconsistent with law, for the conduct of

proceedings in the Patent and Trademark Office.

{b) The Commissioner, under the dxrectxon of the
Secretary. of Commerce, may, in coordination with
the Department of State, carry on programs and stud-
ies cooperatively with foreign patent offices and inter-
national intergovernmental organizations, or may au-
thorize such programs and studies to be carried on, in

connection with the performance of duties stated in .

subsection (a) of this section.

{c) The Commissioner, under the direction of the
Secretary of Commerce, may, with the concurrence
of the Secretary of State, transfer funds appropriated
to the Patent and Trademark Office, not to exceed
$100,000 in any year, to the Department of State for
the purpose of making specwl payments to interna-
tional intergovernmental organizations for studies and

programs for advancing international cooperation .

concerning patents, trademarks, and related matters.
These special payments may be in addition to any
other payments or contributions to the international
organization and shall not be subject to any limita-
tions imposed.by law on the amounts of such other
payments or contributions by the Government of the
United States.

(July 19, 1952, ch. 950, 66 Stat. 793; Oct. 5, 1971,
Pub. L. 92-132, 85 Stat. 364; Jan. 2, 1975, Pub. L. 93-

Rev. 1. Oct, 1985
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§2, 9 Siat. 690; Aug, 2, 1§sz, P, L. 97-247, ggv

13, 96 Siat’ 320, 321 Ly

§7 Board of Patent Appeals and Interferences

(a) The examiners-in-chief shall be' perwm ‘of com-
petent legal knowledge and scientific abnhty, who
shall be appointed to the competitive service. The
Commissioner, the Deputy Commissioner, the Assist-
ant Commissioners, and the examiners-in-chief shall
constitute the Board of Patent Appeals and Interfer-
ences.

(b) The Board of Patent Appeals and Interferences
shall, on written appeal of the applicant, review ad-
verse decisions of ezaminers upon applications for
patents and shall determine priority and patentability
of invention in interferences déclered under 'section
135(a) of this title. Each appeal and interference shall
be heard by at least three members of the Board of
Patent Appeals and Interferences, who ‘shall be desig-
nated by the Commissioner. Only the Board of Patent
Appeals and Interferences has the authonty“to gn'am
rehearings. . :

(¢} Whenever the Commlssxoner o ecw-
sary, in order to keep current the
of Patent Appeals and. Interferenc he ¢
er may designate any. patent examiner. of the pmnaty
examiner grade or higher, having: the requisite ability,
to serve as examiner-in-chief for periods not exceed-
ing six months each. An examiner so designated shal
be qualified to act as’'a member of the Board of Patent
Appeals and Interferences. Not more than one of the
members of the Board of Patent Appeals and Interfer-
ences hearing an appeaﬁ or deterrmnmg ai’ iiterfer-
ence may be an examiner so designate The Secre-
tary of Commerce is authorized. to fix the pay of each
designated ezaminer-in-chief in the Patent and: Trade-
mark Office at not to exceed the maximum rate of
basic pay payable for grade 16 of the General Sched-
ule under section 5332 of title 5. The rate of basic pay
of each’ individaal designated examiner-in-chief ‘shall
be adjusted, at the close of the period for which. that :
individual was designated to act as examiner-in-chief,
to the rate of basic pay which that individual would
have been receiving at the close of such period if
such designation had not been made.

(July 19, 1952, ch. 950, 66 Stat 793; Sept. 6, 1958,
Pub. L. 85-933, § 2, 72 Stat. 1793; Sept 23, 1959, Pub.
L. 86-370, § 1(b), 73 Stat. 650; Jan. 2, 1975, Pub. L.
93-596, § 1, 88 Stat. 1949; Jan. 2, 1975, Pub. L. 93-
601, § 2, 88 Stat. 1956; Feb. 8, 1985, Pub. L. 98-622,

§ 201(a).)

§8 Library

The Commissioner shall maintain a library of scien-
tific and other works and periodicals, both foreign
and domestic, in the Patent and Trademark Office to
aid the officers in the discharge of their duties.

Quly 19, 1952, ch. 950, 66 Stat 793; Jan. 2, 1975,
Pub. L. 93-396, § 1, 88 Stat. 1949.)
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classification by subject matter of United States letters
patent, and' sach dther ‘paténts’ mdfpmw ‘publica-
tions as may be necemwary or pi e, for the pur-
pose of determmmg with readiness and wcm'acy the
novelty of inventions for which applications for
patent are filed. ‘

(July 19, 1952, ch. 950, 66 Stat. 794.)

§10 Cetﬁﬁedmpiesofmm

The Commissioner may furnish cemﬁed copies of
specifications and drawings of patents issued by the
Patent and Trademark Office, and of other records

available either to the pubhc or to the person apply-‘

ing thérefor.
(July 19 1952 ‘ch. 950, 66 Stat. 794 Jan. 2, 1975
Pub L. 93-596 §1 88 Stat. 1949)

pnnted the followmg

1. Patents, mc!udmg specnﬁcatlons and dmwmgs,”
together ‘with copies of the same. The Patent and

Trademark Office may print the hemimgs of the

* . ‘drawings for patents for the purpose of photoll-v

thography. -
2. Certificates of. trade-mark reglstranons, mclud-

ing *‘statements and drawmgs, togeiher wnth'

copies of the same. -
- 3.-The: Official - Gazette of the Umted Stntes
. Patent and Trademark Office.
4. Annual indexes ofpatems -and patentws, ‘and
- of trade-marks and registrants. -
5. Annusi volumes of decnsnons in patent and
trade-mark cases.: -
6. Pamphlet copies of the patent laws and rules
of practice, laws and rules relating to trade-
marks, and circulars or other publications relating
to the business of the Office.

(b) The Commiissioner may exchange any of the .

publications specified in items 3, 4, 5, and 6 of subsec-
tion (a) of this section for publications desirable for
the use of the Patent and Trademark Office.

(July 19, 1952, ch. 950, 66 Stat. 794; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949.)

§12 [Exchange of copies of patents with foreign

countries

The Commissioner may exchange copies of specifi-
cations and drawings of United States patents for
those of foreign countries.

(July 19, 1952, ch. 950, 66 Stat. 794.)

§ 13 Coples of patents for public libraries

The Commissioner may supply printed copies of
specifications and drawings of patents to public librar-
ies in the United States which shall maintain such
opies for the use of the public, at the rate for each
vear’s issue established for this purpose in section
41(d) of this title.

may revise md m the;-

(@uly 19, 1952, ch. 950; 66 Suat. 794; Aug. 27, 1982,
Pub. L. 97-247, § 15, %sm 321)‘

§ 14 Annusl report to Congress ' '
* Thé Commissioner shall report to Conaress annual-
ly the moneys received and expended, statistics con-
cerning the work of the Office, and other information
relating to the Office as may be useful to the Con-
gress or the public.

(July 19, 1952, ch. 950, 66 Stat. 794.)

CHAPTER Z—PROCEEDINGS IN THE PATENT
AND TRADEMARK OFFICE

21. Filiag dete and day for takmg sction. ‘

22, Printing of papers filed. s

23, . Temimony in Patent and deemnxk Office cases.
24. Subpoeznas, witnesses. . . -

25. . Declaration in lieu of oath

26. Effect of defecnve execuuon .

§21 Fﬂimdﬂteanddayfwmwﬂm
(a) The Commxsmoner "y_fby rule prw:n"be that

Office on the date on which it was deposnted with the
United States Postal Service of would have been de-
posited with the United States Postal Service but for:
postal service mterruptlons or emergencn&s desngnated,
by the Commissioner. ™~ '

(b) When the day, -or the last day, for taking any
action or: paying any fee in the United States Patent
and Trademark Office falls on Saturday, Sunday, or a
Federal holiday within the District of Columbia, the
action may be taken, or the fee pmd on the next suc-
ceeding secular or business day.

Quly 19, 1952, ch. 950, 66 Stat. 794; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949; Aug. 27, 1982, Pub.
L. 97-247, § 12, 96 Stat. 321.)

§22 Printing of papers filed

The Commissioner may require papers filed in the
Patent and Trademark Office to be printed or type-
written.

(July 19, 1952, ch. 950, 66 Stat. 794; Jan. 2, 1975,
Pub. L. 93-596, § {, 88 Stat. 1949.)

§ 23 Testimony in Patent and Trademark Office
cages

The Commissioner may establish rules for taking af-
fidavits and depositions required in cases in the Patent
and Trademark Office. Any officer authorized by law
to take depositions to be used in the courts of the
United States, or of the State where he resides, may
take such affidavits and depositions.

(July 19, 1952, ch. 950, 66 Stat. 794; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949.)

§ 24 Subpoenss, witnesses

The clerk of any United States court for the district
wherein testimony is to be taken for use in any con-
tested case in the Patent and Trademark Office, shall,

Rev. 1, Oct. 1985
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npm the. applmatmn ofanyparty theretp, issue a sub-
poena for sny wntnm eaidi
district, commandmg him (6 appedr and tewfy before

en officer in such district authorized to take 'deposi-'

ticas and affidavits, at the time and place stated in the

mbpoenn.'l‘hepmvmomofthel’edetﬂﬂulmoﬁ
Civil Procedure. relating to the sttendance. of wit-
nenecandtothepmdmctmwfdmummmw.
shall apply to contested cases in the Patent and

Trademark Office. ,

Every witness subpoenaed and in attendanee shall
be allowed thie fees and traveling expenses aflowed to
witnesses attending the United States district courts.

A judge of a court whose clerk issued a subpoena
may enforce cbedience to the process or pusish dis-
obedience as in other like cases, on proof that & wit-

ness, served with such subpoens, neglected or refused.

to appear or to testify. No witness shall be deemed

guilty of contempt for disobeying such ‘subpoena
unless his fees and traveling expenses in going to, and

retummg from; and one day’s atiendance at the place'

of examination, are paid or. tendered him at the time
ofthcsetvnceoftlwsuhpocna, nor for refusmgwd;sn
close any, secret matter except upon appropriate orderf
of the conrt whlch msued the subpoena, .

(July 19 1952, ch. 950, 66 Stat. 795; Jan. 2, 1975 '

Pub. L. 93-596, § 1, 88 Stat. 1949.)

§25 Declaration in lieu of oath

(2) The Commissioner may by rule prescribe that
any document to be filed in the Patent and Trade-
mark Office end which is reguired by any law, rule,
or other regulation to be under oath may be sub-
scribed o by a written declaration in such form as the
Commissioner may prescribe, such declaration to be
in lieu of the oath otherwise required.

{b) Whenever such written declaration is used, the
document must warn the declarant that willful false
statements and the like are punishable by fine or im-
prisonment, or both (18 U.S.C. 1001).

(Added Mar. 26, 1964, Pub. L. 88-292, § 1, 78 Stat.
171, and amended Jan. 2, 1975, Pub. L. 93-596, § 1,
88 Stat. 1949.)

Note.—18 U.S.C. 1001 provides: “Whoever in any matter within
the jurisdiction of any department or agency of the United States
keowisgly and willfully falsifies, conceals or covers up by amy
trick, scheme, or device a material fact, or makes any false, ficti-
tious or fraudulent statements or representations, or makes or uses
any false weiting or document knowing the same (o contain any
false, fictitious or fraudulent statement or entry, shall be fined not
more than $10,000 or imprisoned not more than five years, or
both.” (June 25, 1948, 62 Stat. 749)

8§26 Effect of defective execution

Any document to be filed in the Patent and Trade-
mark Office and which is required by any law, rule,
or other regulation to be executed in a specified
manner may be provisionally accepted by the Com-
missioner despite a defective execution, provided a
properly executed document is submitted within such
time as may be prescribed.

Hev. 1, Oct. 1965

LOF bemg within such,

(Added Mar. 26, 1964, Pub. L. 88-292, § 1, 76, Stat.,

171, and amended Jan. 2 19'75 Pnb 93-596 Ql.
83 Stat. '949) :

mAP'EER 3—-PRA‘CI'ICE WRE PATENT AND
sere."

3. Reguluionﬁ fot ‘agems and attomeym
32. Suspension or eaclusion from practice.
33. Unauthorized representation as practitionar.

§31 Regulations for agents and attorneys

The Commissioner, subject to the approval of the
Secretary of Commerce, may prescribe regulations
governing the recognition and conduct of agents, at-
torneys, or other persons represeating applicants or
other parties before the Patent and Trademark Office,
and may require them, before being reccgmzed a8
representatives of applicants or other persoms, to
show that they are of good moral character and repu-
tation and are possessed of the necessary qualifications
to render to applxcants or other persons valusble serv-
ice, advice, and assistance in the presentation or pros-
ecution of their applications or, oﬂher ‘business before
the Office. .

(July - 19, 1952 ch. 950 66 Sm. 795 Jan. 2 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949.)

§32 Sns@pensionor Qxelnsion from practice

The Commissioner may, after notice and opportuni-
ty for a hearing, suspend or esclude, either generally
or in any particular case, from further practice before
the Pasent and Trademark Office, any person, agent,
or attorney shown to be incompetent or disreputable,
or guilty of gross misconduct, or who does not
comply with the regulations established under section
31 of this title, or who shall, by word, circular, letter,
or advertising, with intent to defraud in any manner,
deceive, mislead, or threaten amy applicant or pro-
spective applicant, or other person having immediate
or praspective business before the Office. The reasons
for any such suspension or exclusion shall be duly re-
corded. The United States District Court for the Dis-
trict of Columbia, under such coaditions and upon
such proceedings as it by its rules determines, may
review the action of the Commissioner upon the peti-
tion of the person so refused recognition or so sus-
pended or excluded.

(July 19, 1952, ch. 950, 66 Stat. 795; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949.)

§33 Unauthorized representation as practitioner

Whoever, not being recognized to practice before
the Patent and Trademark Office, holds himself out or
permits himself to be held out as so recognized, or as
being qualified to prepare or prosecute applications
for patent, shall be fined not more than $1,000 for
each offense.

(July 19, 1952, ch. 950, 66 Stat. 795; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949.)
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.- CHAPTER 4—PATENT FEES .

41, Patent fees.. . .
42. hmentmd‘l'ndemarkomcemndins

WARNING The fee amounts set foreh in §41 (2) and
®) have been revised by rule change (30 FR 31818)
effective October 5, 1983 as provided for by §41(D.
See 37 CFR 1.16-1.21 for current fee ameounts,

§41 Patent fees
. (@) The Commissioner shall charge the followmg
cas: .

1. On ﬁlmg each application for an ongmal patent,
except in design or plant cases, $300; in addition, on
filing or on presentation. at any other time, $30 for
each claim in indepen
three, $10 for each claim (whether independent or de-
pendent) which is in excess of twenty, and $100 for
each application containing. a multnple .dependent
claim. For the purpose of computmg fees, a multiple
dependent claim as referred to in section 112 of this

title or any claim depending therefrom shail be con-
sidered as separate dependent claims in .accordance -
wnth the number of clalms to which reference s

be rectlﬁed in accordance with regulatxom of the
Commissioner.

2. For issuing each original or reissue patent, except
in design or plant cases, $500.
3 In design and plant cases: :

-“a. On filing each design apphcatxon, $125.

b. On filing each plant application, $200.

c.'On issuing each design patent, $175.

d. On igsuing each plant patent, $250.

4. On filing each application for the reissue of a
patent, $300; in addition, on filing or on presentation
at any other tume, $30 for each claim in independent
form which is in excess of the number of independent
claims of the original patent, and $10 for each claim
(whether independent or dependent) which is in
excess of twenty and also in excess of the number of
claims of the original patent. Errors in payment of the
additional fees may be rectified in accordance with
regulations of the Commissioner.

S. On filing each disclaimer, $50.

6. On filing an appeal from the examiner to the
Board of Patent Appeals and Interferences, $115; in
addition, on filing a brief in support of the appesl,
$115, and on requesting an oral hearing before the
Board of Patent Appeals and Interferences, $100.

7. On filing each petition for the revival of an vnin-
tentionally abandoned application for a patent or for
the unintentionally delayed payment of the fee for is-
suing each patent, $500, unless the petition is filed
under sections 133 or 151 of this title, in which case
the fee shall be $50.

8. For petitions for one-month extensions of time to
take actions required by the Commissioner in an ap-
vlication:

a. On filing a first petition, $50.

dent form which is in excess of
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c. On filing & third or subsequent petition, $200.

(b) The Commissioner shall charge the following
fees for meintaining a patent in force:
1. Three years and six monthe afier grant, $400.
2. Seven years and six months after grant, $600.
: zggwen years md gix months after grang,
1

Unless payment of the applicable maintenance fee is
received in the Patent and Tredemark Office on or
before the date the fee is due or within a grace period
of six months thereafter, the patent will expire as of
the end of such grace period. The Commissioner may
require the payment of a surcharge as & condition of
accepting within such six-month grace period the late
payment of an appllcable maintenance fee. No fee will
be established for mamtammg a desngu or plant patent
in force. »

NoTE.—Sec. Vof P Law 97-247 Aug. 27, 1982, 96 Stat. 317, au-
thorizes the - ; of fands for the Patent end Trademask
Office. for, fiscal years 1983.1985 and requires that such funds will
beuwdtomdmebymmmntthepaymmtoffeaundexmum
41¢2) and (B) by independent inventors, ‘nouprofit organizations, and
small businesses, a3 defined by section 3 of the Sme ﬂusmm Act
and applicable regnlauons. T

(K1) The Commissioner may accept the payment
of any maintenance fee required by subsection (b) of
this section after the six-month grace period if the
delay is shown to the satisfaction of the Commissioner
to have been unavoidable. The Commissioner may re-
quire the payment of a surcharge as a condition of ac-
cepting payment of any maintenance fee after the six-
month grace period. If the Commissioner accepts pay-
ment of a maintenance fee after the six-month grace
period, the patent shall be considered as not having
expired at the end of the grace period.

(2) No patent, the term of which has been main-
tained as a result of the acceptance of a payment of a
maintenance fee under this subsection, shall abridge or
affect the right of any person or his successors in
business who made, purchased or used after the six-
month grace period but prior to the acceptance of a
maintenance fee under this subsection anything pro-
tected by the patent, to continue the use of, or to sell
to others to be used or sold, the specific thing so
made, purchased, or used. The court before which
such matter is in question may provide for the contin-
ued manufacture, use or sale of the thing mede, pur-
chased, or used as specified, or for the manufacture,
use or sale of which substantial preparation was made
after the siz-month grace period but before the ac-
ceptance of a maintenance fee under this subsection,
and it may also provide for the continued practice of
any process, practiced, or for the practice of which
substantial preparation was made, after the six-month
grace pericd but prior to the acceptance of a mainte-
nance fee under this subsection, to the extent and
under such terms as the court deems equitable for the
protection of investments made or business come-
menced after the six-month grace period but before
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(d) The Commimoner wnll eutabhah fees for all
other processing, services, or materials related to pat-
ents not specified above to recover the estimated av-
erage cost to the Office of such processing, services,
or materials, The yearly fee for providing e library
speciﬁedxim}aec&om.u of thie title with unmcertified
printed copies of the specifications and drawings for
all patents issued in that yess will be $50.

(¢) The Commissioner may waive the payment of
any fee for dny service or materisl related to patents
in connection with an occasional or incidental request
made by a department or agency of the Government,
or any officer thereof. The Commissioner may pro-
vide any applicant issued & notice under section 132

of this title with a copy of the specnﬁcatlons and"
drawings - for all patents referred to in that nouce_'

without charge.

& The fees estabhshed in subsectlons (a) and b)) of
this section may be adjusted by the Commissioner on
October 1, 1985, and-every third year thereafter, to
réflect eny fluctuations ‘cccurring during the previous

thiree years in’the Cofisumer Price Index, as defer-
mined by ‘the Secreary.of Labor.. Changes of lws.

than 1 per centum may be ignored. -
{(8) No fee established by the. Commnssnoner under

this section will take effect prior to sixty days follow-

ing notice in t‘he Federal Regmter

(July 19, 1952 ch. 950, 66 Stat. 796 July 24 1965
Pub. L. 89-83, §§ 1, 2, 79 Stat. 259; Jan. 2, 1975, Pub.
L. 93-596, § 1, 88 Stat. 1949; Nov 14, 1975, Pub. L.
94-131, § 3, 89 Stat. 690; Dec 12, 1980, Pub. L 96~
517, §2, 94 Stat. 3017, Aug 27, 1982, Pub. L. 97-247,
§ 3, 96 Stat. 317, Nov 8, 1984, Pub. L 98-622, § 404;
Feb. 8, 1985, Pub. L. 98-622, § 204(a)(1).)

§42 Patent and Trademark Office funding

(a) All fees for services performed by or materials
furnished by the Patent and Trademark Office will be
payable to the Commissioner.

(b) All fees paid to the Commissioner and all appro-
pristions for defraying the costs of the activities of the
Patent and Trademark Office will be credited to the
Patent and Trademark Office Appropriation Account
in the Treasury of the United States, the provisions of
section 725e of title 31, United States Code, notwith-
standing.

(c) Revenues from fees will be available to the
Commissioner of Patents to carry out, to the extent
provided for in appropriation Acts, the activities of
the Patent and Trademark Office. Fees available to
the Commissioner under section 31 of the Trademark
Act of 1946, as amended (15 U.S.C. 1113), shall be
used exclusively for the processing of trademark reg-
istrations and for other services and materials related
to trademarks.

(dy The Commissioner may refund any fee paid by
mistake or any amount paid in excess of that reguired.

(July 19, 1952, ch. 950, 66 Stat. 796; Nov. 14, 1975,
Pub. L. 94-131, § 4, 89 Stat. 690; Dec. 12, 1980, Pub.
L. 96-517, § 3, 94 Stat. 3018; Aug. 27, %32, Pub. L.
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97-247, gs(g), 96 $tat. ‘319; Gept.’ 13,71982, Pub. r_.

- 97-258, § 3(i), 96 Stat. 1065.)

PART lI—~PATENTABILITY OF INVEN’HONS
AND GRANT OF PA‘!‘ENTS

Chaples.

10. ?mmwi!yof lnvendons

1. Application for Patent,

12. EmmanMuuom o

i3. Revucwof?nentmndTudemrkOfﬁceDecumm

14. lsaue of Petent. ) o

15. Plant Patents.

16. Designs.

17. Secrecy of Certain Inventions and Filing Applicaliom
Abroed.

CHAPTER ID—PATENTABIEHTY OF
: INVENTIONS

100. . Deﬁmuons. C , L

101. Inventions paxemable

102. Condmons for patemahnlnty, novelty and loss of nght to
. €

103. Otmdmms for pmentablhty, non-obvnom mb_pwt mauer

104. Investiom made abroad..

8 106 - Deﬁniﬁom . ' _

‘When usad in thns title unless the cc..text otherwnse
indicates— .

(a) The term mventlon" means mventnon or dis-
covery. . ,

®) The term “process ‘InEans  process, an or
method, and includes a new use of a kmown process,
machine, manufacture, . composmon of matter, or ma-
terial. ,

(c) The terms “Umted Statw” and “this country”
mean the United States of Americe, its territories and
possessions.

(d) The word “patentee” includes not only the pat-
entee to whom the patent was issued but also the suc-
cessors in title to the patentee.

(uly 19, 1952, ch. 950, 66 Stat. 797.)

§ 101 Invemtions patentable

Whoever invents or discovers any new and useful
process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof,
may obtain a patent therefor, subject to the conditions
and requirements of this title.

(July 19, 1952, ch. 950, 66 Stat. 797.)

§102 Conditions for patentability; novelty and
loss of right to patent

A person shall be entitled to a patent unless—

(e) the invention was known or used by others in
this country, or patented or described in a printed
publication in this or a foreign country, before the in-
vention thereof by the applicant for patent, or

(b) the invention was patented or described in 2
printed publication in this or a foreign country or in
public use or on sale in this country, more than one
year prior to the date of the application for patent in
the United States, or

{(c) he has abandoned the invention, or
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cate, by. the applicant or his legal r

Mwhafwwmymwmemwm ',
application .

, .Wﬂﬁmmwdwcamdmbe,f
pcwnml.mwmthemw ofmmvmmr’swuﬁ

for petent in this country on an spplica-

ﬁmﬁorwm:mmvmm’swuﬁcateﬁhdmmm

twelve. months before the. filing of the pplication
the United States, ot
(e)@ehvmtmmdmqummtwmd
onmapplicgtmxfo&pmembymﬂmﬁledmthe
United States before the invention thereof by the ap-
plicant for patent, or oo an internstional application
by another who has fulfilled the requirements of pars-
graphs (1), (2), and (4) of section 371(c) of this title

before the invention tbeteof by the . applicant for

patent, of

) he did not hM mvent the sub_;ect matter

sought to be patented, or

(g) before the apphcant’s; ihvennon thereof mg m-'}'
vention was made in this country by anothet who hmd ;

not sbandoned, suppressed, or concealed. it In deter-

miniing priority of inveation there shall be considered
not only the rcspect:ve ‘dates of conception and’ re-
duction to practice of the invention, bit alio the reas ©

sonable: diligence : of one’ who-was - first 10 conceive

andlastmmdwetopmcm ftomanmepnmm-:

comepmnbytheoﬂm’

L. 9'4-1'3"1,_ §5,89 smz., 691)

. §103 . Conditions, for. mwmity, 3

subject matter

A patent may notbeomamedthough themvennon
is not identicaily disclosed or described as set forth in
§ 102 of this title, if the differences between the sub-
ject matter scught to be patented and the prior art are
such that the subject matter as a whole would have
been obvious at the time: the invention was made to 2

person having ordinary skill in the art to which esid -

subject matter pertains. Patentability shall not be ne-
gatived by the manner in which the mventwn was
made.

Subject matter developed by another person, wluch

qualifies. a8 prior art only under subsection (f) or (g)
of’ § 102: of this title, shall not preclude patentability
under this. section where the subject matter and the
claimed invention were, at the time the invention was
made, owned by the same person or subject to an ob-
ligation of assignment to the same perscon.

(July 19, 1952, ch. 950, 66 Stat. 797; Nov. 8, 1984,
Pub. L. 98-622, § 103)

§104 Invention made sbroad

In proceedings in the Patent and Trademark Office
and in the courts, an applicant for a patent, or a pat-
entee, may not establish 8 date of invention by refer-
ence to knowledge or use thereof, or other activity
with respect thereto, in a foreign country, except as

o provided in sections 119 and 365 of this title. Where

J an invention was made by a person, civil or military,

L—9

m@

)mmwwdmmwmnsmaw

foreign country in opersfions by of .
on behalf of the United, Stamhem bemmled to

mesmenmafpmmywithwmwamhmven-,,
tnonunfthemme beenmudemtheUmted

States. o EUECL e i
Guly19, 1952, h. 950. 66.Stat. 797 Jan. 2, 1975.'-‘
Pub. L. 93-596, § 1, 88.Stat. 1949; Nov. 14, 1975, Pub. -
L. 94131, §6, 89 Stat. 691; Nov. 8, 1984, Pub. L. 98-
622, §403(8)) ¢
cmmm 11—-APPLICATION FOR PATENT

111, - Application for patént.
112.: Specification. :
113, -

. Dieath ormmmcnyot‘mvemor
. Filing by other than inventor.” -+ .- ‘
:Beneﬁt ww'lmﬁlmadatem fomgn coamuy, nmnufpw.

Apphcauon for patent shal! be made, or authonzed :
to be made, by: the inventor, except as otherwise pro-
vided . in- this: title, in writing .to the Commissioner.
Such application shall include (1).a specaﬁcatxon s .
prescribed by section 112 of this title; (2) a drawing as
prescribed by section 113 of this title;:end (3)'an cath
by the -applicant as prescribed by section 115 of this
title. The application must be accompanied by the fee
required by law.. The fee and oath may be submitted
after: the specification and any required drawing are
submitted, within such period and under such condi-
tions, including the payment of a surcharge, as may
be prescribed by the Commissioner. Upon feilure to
submit the fee and cath within such prescribed period,
the application shall be regarded as abandoned, unless
it is shown to. the satisfaction of the Commissioner
that the delay in submitting the fee and cath was ua-
avoidable. The filing date of an application ahall be
the date on which the specification and eny reguired
drawing are received in the Patent and Trademark
Office.

(July 19, 1952, ch. 950, 66 Stat. 797, Aug. 27, 1982,
Pub. L. 97-247, § 5, 96 Stat. 319.)

§ 112 Specification

The specification shall contain a written description
of the invention, and of the manner and process of
making end uging it, in such full, clear, concise, and
exgct terms a8 to ensble any person skilled in the art
to which it pertaing, or with which it is most nearly
connected, to make and use the same, and shall set
forth the best mode contemplated by the inventor of
carrying out his invention.

The specification shall conclude with one or more
claims particularly pointing out and distinetly claim-
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m@mmmmwmhmmMmm“"

his invention. )

A cleim may be written in independen
mmof%:mm admm,indepenmtormultiple

4

Subject to the following paragreph, a claim in de-
pendant form shall contein e reference o @ cleim pee-
Wymmmmmammm@
of the subject matter claimed. A cleim in dependent
form shall be construed to mcorponte by reference
all the limitations of the claim to which it refers.

A claim in multiple dependent form shall contein a

reference, in the alternative only, to more thar one -

claim previously set forth and then specify a further

limitation of the subject matter claimed. A multiple

dependent cleim shall not serve as a basis for amy
other multiple dependent cleim. A multiple dependent
claim shall be construed to incorporate by referefice
all the limitations of the particular claim in relation to
which it is being considered.

An elemesnt in & claim for a oombmatmn may be ex-

pressed as a means or step for performing a specified
function without the recital of structure, material, or-

acts in support thereof, and. such claim shall be con-

strued to cover the corresponding structure, material,
or acts dmcnbed in the specxﬁcmiéﬁ and eqmvalents ;

thereof. -
(uly 19, 1952, ch 930, 66 Stat. 798; July 24 1965

Pub. L. 89-83, §9, 79 Stat. 261; Nov. 14, 1975 Pub. L.

94-131, §7 89 Stat. 691.)

§ 113 Drawings

The applicant shall furnish a drawing where neces-
sary for the understanding of the subject matter
sought o be patented. When the nature of such sub-
Jject mstter admits of illustration by a drawing and the
appbcmzt has not furnished such a drawing, the Com-

sgioner may ftequire its submission within a time
pcnod of not lees than two months from the sending
of a potice thereof. Drawings submitted after the
filing date of the application may not be used (i) to
overcome any insufficiency of the specification due to
lack of an enabling disclosure or otherwise inadequate
disclosure therein, or (ii) (o supplement the original
disciosure thereof for the purpose of interpretation of
the scope of any claim.

(July 19, 1952, ch. 950, 66 Stat. 798; Nov. 14, 1975,
Pub. L. 94-131, § 8, 89 Stat. 691.)

§ 114 Models, specimens

The Commissioner may require the applicant to fur-
nish a model of convenient size to exhibit advanta-
geously the several parts of his invention.

When the invention relates to a composition of
matter, the Commissioner may require the applicant
to furnish specimens or ingredients for the purpose of
inspection or experiment.

(July 19, 1952, ch. 950, 66 Stat. 799.)

€115 Oath of applicant

The applicant shall make oath that he believes him-
self to be the original and first inventor of the proc-
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€ts, mﬁchin»e. 6; or ‘cotiiposition’ of mwr.
or improv:meﬂt memof ‘for “which k€ wolicis a"
patent: and ‘shall’ state of whiat oommy’heiuci&eu
Such cathi mdy be made befote’ any péceon’ within thie
United Statés authorized by law to ddmiiiister oaths,
or, when, made in @ foreign country, before afiy dip-
lomstic or consulir officer’ of the United' States du-'
thorized to edminister oaths, or before sty officer
having an official seal and authorized to- edminister
oaths in the foreign country in: which ‘the applicant
may be, whose suthority is proved by cértificate of &
diplomatic or consular officer of the United States, or
apostille of an official dwgmted by a foreign country
which, by treaty or convention, accords like effect to
apostilles of designated officials in the United States,
and such oath shall be valid if it complies with the
laws of the state or country where made ‘When the
application is made as provided in 'this' title by 2
person other than the inventor, the oath mmy be so
vaned in form that it can be made by him.

(J’uly 19, 1952 ch. 950, 66, Stat 799; Aug 27 1932 '
Pub. L. 97-247 § M-(a), 96 Stat 321) ‘

§ 116 - Inventm SR

Whenmmvmmwmmm&debytweormompemm
jointly, they shall apply for patent jointly and each
make the required cath, except ae ctherwise provided
in this. title. Inventors may epply for a patent jointly
even though (l) they did not physically work togeth-
er or at the same time, (2) each did mot make the
same type or amount of contribution, or (3) each did
not make a contribution to the subject matter of every
claim of the patent.

If a joint inventor refuses to join in an. apphcatxon
for patent or cannot be found or reached after diligent
effort, the application may be made by the other in-
ventor:-on behalf of himself and the omitted inventor.
The Commissioner, on proof of the pertinent facts
and after such notice to the omitted inventor as he
prescribes, may grant a patent to the inventor making
the applicaﬁon, subject to the same rights which the
omitted inventor would have had if he had been
joined. The omitted inventor may subsequently join in
the application.

Whenever through error a person is named in an
application for patent as the inventor, or through
error an inventor is not named in sn application, and
such error arose without any deceptive intention on
hig part, the Comnissioner may permit the application
to be amended accordingly, under such terms as he
prescribes.

(July 19, 1952, ch. 950, 66 Stat. 799; Aug. 27, 1982,
Pub. L. 97-247, § 6(a), 96 Stat. 320; Nov. 8, 1984,
Pub. L. 98-622, § 104(a).)

§ 117 Death or incapacity of inventor

Legal representatives of deceased inventors and of
those under legal incapacity may make application for
patent upon compliance with the requirements and on
the same terms and conditions applicable to the inven-

tor.
(uly 19, 1952, ch. 950, 66 Stat. 799.)
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§118 ‘Filhig by other than laveutor -

Whenever an inventor refuses to’ éxécute an appll-

cation for patent, or canmot be found or reached after
diligent effort, a person to whom the inventor has as-

signed or agreed in wmimg to assign the invention or
who otherwise shows sufficient proprietary. interest in

the matter justifying such action, may make applica-
tion for patent on behalf of and as agent for the in-
ventor on prmf’ of the pertinent facts and a showing
that such action is necessary to preserve the rights of

the parties or to prevent irreparable damage; and the

Commissioner may grant a patent to such inventor
upon such notice to him as the Commissioner deems
sufficient, and on compliance with such regulations as
he prescribes.

(July 19, 1952, ch. 950, 66 Stat. 799.)

§V1w Benefit of earlier filing date in forei@‘

country; right of pﬁority
An appllcatnon for patent for an mventlon filed in
this country by any person who' Has, ‘or Whosé legal
representatives or assigns have, prevmusly regularly

filed an apphcattcn for a patent for the same invention
ina fore:gn country which affords similar pnvn!egs’f
in the case of applications filed in the United States or

to’ citizens of the United States, shall have the ‘ssme
effect as the same application would have'if filed in
this country on the date on which the apphcatwn for
patent for the same invention was first filed in such

foreign country, if the application in this country is
filed within twelve months from the earliest date on-

which such foreign application was filed; but no
patent shall be granted on any spplication for patent
for an ipvention which had been patented or de-
scribed in a printed publication in any country more
than ome year before the date of the actual filing of
the application in this country, or which had been in
public use or on sale in this country more than omne
year prior to such filing.

No apphcatnon for patent shall be entitled to this
right of priority unless a claim therefor and a certified
copy of the original foretgn apphcatlon, speclﬁcatmn
and drawings upon which it is based are filed in the
Patent and Trademark Office before the patent is
granted, or at such time during the pendency of the
application as required by the Commissioner not earli-
er than six months after the filing of the application in
this country. Such certification shall be made by the
patent office of the foreign country in which filed and
show the date of the application and of the filing of
the specification and other papers. The Commissioner
may require a transiation of the papers filed if not in
the English language and such other information as
he deems necessary.

In like manner and subject to the same conditions
and requirements, the right provided in this section
may be based upon a subsequent regularly filed appli-
cation in the same foreign country instead of the first
filed foreign application, provided that any foreign
| application filed prior to such subsequent application
has been withdrawn, abandoned, or otherwise dis-
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posed of, wimwthwihgbmlmdommnm&kmw
spection and ‘without leavitg any rights cutstanding,
and has not served, nor thereafter shall serve, a
basis for claiming a right of priosity.

Applmuom for inventors® certificates filed in a for-
eign country in which spplicents have a right to
apply, at their discretion, either for a patent or for an
inventor's certificate shall be treated in this country in
the same masner and have the same effect for purpose
of the right of priority under this section as applica-
tions for patents, subject to the same conditions and
requirements of this section es apply to applications
for patents, provided such applicants are entitled to
the benefits of the Stockholm Revision of the Paris
Convention at the time of such filing.

(July 19, 1952, ch. 950, 66 Stat. 800; Oct. 3, 1961,
Pub. L. 87-333, § 1, 75 Stat. 748; July 28, 1972, Pub.
L. 92-358, § 1, 86 Stat. 5015 Jan 2 1975, Pub. L. 93~
596, § 1, 88 Stat. 1949.) -

§120 DBenefit of earher ﬁlmg date in the United
States ‘

An application for patent for an inventicn disclosed
in the manner provided by the first paragraph of sec-
tion 112 of this title-in an application' previously filed
in the United States, or as provided by section 363 of
this title, which is filed by an inventor or inventors
named in the previously filed application shall have
the samie effect, as to such invention, as though filed
o the date of the prior application, if filed before the
patenting -or abandonmernt of or termination of pro-
ceedings on the first application 'or on ‘an ‘application
similarly entitled to the benefit of the ﬁlmg date of
the first application and if it contains or is amended to
contain a specific reference to the earlier filed applica-
tiomn.

(July 19, 1952, ch. 950, 66 Stat. 800; Nov. 14, 1975,
Pub. L. 94-131, §9, 89 Stat. 691; Nov. 8, 1984, Pub.
L. 98-622, § 104(b).)

§ 121 Divisional spplications

If two or more independent and distinct inventions
are claimed in one application, the Commissioner may
require the application to be restricted to one of the
inventions. If the other invention is made the subject
of a divisional applxcatlon which complies with the
requirements of section 120 of this title it shall be enti-
tled to the benefit of th_e filing date of the original ap-
plication. A patent lssumg on an apphcatnon with re-
spect to which a requirement for restriction under this
section has been made, or on an application filed as a
result of such a requirement, shall not be used as a
reference either in the Patent and Trademark Office
or in the courts against a divisional application or
against the original application or any patent issued
on either of them, if the divisional application is filed
before the issuance of the patent on the other applica-
tion. If a divisional application is directed solely to
subject matter described and claimed in the original
application as filed, the Commissioner may dispense
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wﬁhdmgmdemuﬁmbytheimm The va--
forimlureof.

myofammnmotbeq estioned
o '..‘no per 1o m“ire m B ) e

stncted to one invention.

July 19, 1952, ch. 950, 66 Stat. 800; Jan. 2, l975
Pub L. 93—596,51 MSmt 1949) : :
Apmcmomforpammdwllbekeptmemm&me
by the Patent aad Trademark Office and no informa-
tion concerning the same given without authority of
the applicant or owner unless necessary to carry out
the provisions of any Act of Congress or in such spe-
cial circumstances as may be determined by the Com-
missioner.

(July 19, 1952, ch. 950, 66 Stat. 801; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949.)

CHAPTER 12—EXAMINATION OF
APPLICATION

131, Ezamination of application.

132. - Notice of rejection; recnsmination.

133.. Time for prosecuting application. ,

134." Appeal to the Board of Patent Appeals snd Interferences.
135. ; laterfevences. - o

§ 131 EMM of applieaﬁm

TheComxmonershallcauseanmnmanonmbe
made of- the application and. the alleged new inven-
tion; and if on such examination it appears that the ap-
plicant is entitled to a patent under the law, the Com-
missioner shall issue a patent therefos.

(July 19, 1952, ch. 950, 66 Stat. 801.)

§132 Notice of rejection; reexamingtion

Whenever, on examination, any claim for a patent is
rejected, or any objection or requirement made, the
Commissioner shall notify the applicant thereof, stat-
mg the reasons for such rejection, or objection or re-
quirement, together with such information and refer-
ences as may be useful in judgmg of the propriety of
continuing the prosecution of his application; and if
after receiving such notice, the applicant persists in
his claim for a patent, with or without amendment,
the application shall be reexamined. No amendment
shall introduce new matter into the disclosure of the
invention.

July 19, 1952, ch. 950, 66 Stat. 801.)

§ 133 Time for prosecuting application

Upon failure of the applicant to prosecute the appli-
cation within six months after any action therein, of
which notice has been given or mailed to the appli-
cant, or within such shorter time, not less than thirty
days, as fixed by the Commissioner in such action, the
application shall be regarded as abandoned by the
parties thereto, unless it be shown to the satisfaction
of the Commissioner that such delay was unavoidable.

(uly 19, 1952, ch. 950, 66 Stat. 801.)
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§13¢ Appeal ¢o: MMMWWM
... Interferemces . :

An spplicant for a pment, my of whow elaims hm
been twice rejected, may appeal from the decigion of
the primary examiner to the Board of Patent Appeals
and Interferences having once paid the fee for such

(uly 19, 1952, ch. 950, 66 Stat. 801; Feb. 8, 1983,
Pub. L. 98-622, § 204(a)(2).)

§135 Interferences

(a) Whenever an application is made for a patent
which, in the opinion of the Commissioner, would
interfere with any pending application, or with any
unexpired patent, an interference may be declared and
the Commissioner shall give notice of such declara-
tion to the applicants, or applicant and patentee, as
the case may be. The: Board of Patent Appeals and
Interferences shall determine questions of priority of
the inventions and may determine questons of patent-
ability. Any final decnsnon. if adverse to_the claim of
an applicant, shall constitute the final refusal by the
Patent md deemark Ofﬁce of the claxms mvolved ;
wm who is adjudged the prior mventor A final judg-
ment adverse to a patentee from which no sppeal or
other feview. has been or can be taken or had shall
constitute .cancellation of the claims involved in the
petent, and notice of such cancellation shall be en-
dorsed on copies of the patent distributed after such
cancellation by the Patent and Trademark Office.

- (b) A claim which is the same as, or for tle same or
substantially the same subject ‘matter as, 2 claim of an
issued patent may not be made in amy application
unless such a claim is made prior to one year from the
date on which the patent was granted.

{c) Any agreement or understanding between par-
ties to an interference, including any collateral agree-
ments referred to therein, made in connection with or
in contemplation of the termination of the interfer-
ence, shall be in writing and a true copy thereof filed
in the Patent and Trademark Office before the termi-
nation of the interference as between the said parties
to the agreement or understanding. If any party filing
the same so requests, the copy shall be kept separate
from the file of the interference, and made available
only to Government agencies on writien request, or
to any person on a showing of good cause. Failure to
file the copy of such agreement or understanding shall
render permanently unenforceable such agreement or
enderstanding and any patent of such parties involved
in the interference or any patent subsequently issued
on any application of such parties so involved. The
Commissioner may, however, on a showing of good
cause for failure to file within the time prescribed,
permit the filing of the agreement or understanding
during the six-month period subsequent to the termi-
nation of the interference as between the parties to
the agreement or understanding.
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The Commissioner shall give notwetothepartm_

or their attorneys of record, a reasonable time prior to
said termination, of the filing requirement of this sec-
tion. If the Commissioner gives such notice at a later
time, irrespective of the right to file such agreement
or understanding within the siz-month period on &
showinig of good cause, the parties may file such
agreement of mdcmeundmg within sixty days of the
receipt of such notice.

Any discretionary action of the Commissioner
under this subsection shall be reviewable under sec-
tion 10 of the Administrative Procedure Act.

(d) Parties to a patent interference, within such time
as may be specified by the Commissioner by regula-
tion, may determine such contest or any aspect there-
of by arbitration. Such arbitration shall be governed

by the provisions of title 9 to the extent such title is.

not inconsistent with this section. The parties shall
give notice of any arbitration award to the Commis-
sioner, and such award shall, as between the parties to
the arbitration, be dispositive of the issues to. which it
relates. The arbitration award shall be unenforceable

until such notice is given. Nothmg in this subsection_
shail preclude the Commissioner from determining
patentability of the invention involved in the interfer-

ence.

(July 19, 1952, ch. 950, 66 Stat. 801; Oct. 15, 1962,
Pub. L. 87-831; 76 Stat. 958; Jan. 2, 1975, Pub. L. 93~
596, § 1, 88 Stat. 1949; Nov. 8, 1984, Pub. L. 98-622,
§ 105; Feb. 8, 1985, Pub. L. 98-622, § 202.).

CHAPTER 13—REVIEW OF PATENT AND
TRADEMARK OFFICE DECISIONS

141. Appeal to Court of Appeals for the Federal Circuit.
142. Notice of appeal.

143. Proceedings on appeal.

144. Decision on appeal.

£45. Civil action to obtain patent.

146. Civil action in case of interference.

§141 Appeal to Court of Appeals for the Federal
Circuit

An applicant dissatisfied with the decision in an
appeal to the Board of Patent Appeals and Interfer-
ences under section 134 of this title may appeal the
decision to the United States Court of Appeals for the
Federal Circuit. By filing such an appeal the applicant
waives his or her right to proceed under section 145
of this title. A party to an interference dissatisfied
with the decision of the Board of Patent Appeals and
Interferences on the interference may appeal the deci-
sion to the United States Court of Appeals for the
Federal Circuit, but such an appeal shall be dismissed
if any adverse party to such interference, within
twenty days after the appellant has filed notice of
appeal in accordance with section 142 of this title,
files notice with the Commissioner that the party
elects to have all further proceedings conducted as
provided in section 146 of this title. If the appellant
does not, within thirty days after the filing of such
notice by the adverse party, file a civil action vnder
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§ 149 ©

section 146, the decision appesaled from' shafl govern

the further proceedings in'the case.
(July 19, 1952, ch. 950, 66 Stat. 802; Feb. 8, 1985,

Pub. L. 96-622, § 203(s).)

§ 142 ' Notice of appesl

When an appeal is taken to the United States
Court of Appeals for the Federal Circuit, the sppel-
lant shall file in the Patent and Trademark Office &
written notice of appeal directed to the Comemission-
er, within such time after the date of the decision
from which the appeal is taken as the Commissioner
prescribes, but in no case less than 60 days after that
date.

(July 19, 1952 ch. 950, 66 Stat. 802; Jam. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949; Nov. 8, 1984, Pub.
L. 98-620,: §4l4(a))

§ 143 Proceedings on appeal
With respect to an appeal described in section 142
of this, title, the Commxssxoner shall transmit to the
United States Court. of Appeals for. the Federal Cir-
cuit a certified list of the documents compsising the
record in the Patent and Trademark Office. The court
may request that the Commissioner forward the origi-
nal or certified copies of such documents during
peudency of the appeal. In an ex parte case, the Com-
missioner shall submit to the court in writing the
grounds for the decision of the Patent and Trademark
Office, addressing all the issues involved in the
appeal. The court shall, before hearing an appeal, give
notice of the time amd place of the hearing to the
Commissioner and the parties in the appeal.

(July 19, 1952, ch. 950, 66 Stat. 802; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949; Nov. 8, 1984, Pub.
L. 98-620, § 414(a).)

§ 144 Decision on appeal

The United States Court of Appeals for the Federal
Circuit shall review the decision from which an
appeal is taken on the record before the Patent and
Trademark Office. Upon its determination the court
shall issue to the Commissioner its mandate and opin-
jon, which shall be entered of record in the Patent
and Trademark Office and govern the further pro-
ceedings in the case.

(July 19, 1952, ch. 950, 66 Stat. 802; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949; Nov. 8, 1984, Pub.
L. 98-620, § 414(a).)

§ 145 Civil action to obtain patent

An applicant dissatisfied with the decision of the
Board of Patent Appeals and Interferences in an
appeal under section 134 of this title may unless
appeal has been taken to the United States Court of
Appeals for the Federal Circuit, have remedy by civil
action against the Commissioner in the United States
District Court for the District of Columbia if com-
menced within such time after such decision, not less
than sixty days, as the Commissioner appoints. The
court may adjudge that such applicant is entitled to
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of his claims involved in the decision of the Board of
Patent Appeals and Interferences as the facts in the
case my eppear and such adjudication shall suthorize
the Commissioner to issee such pafent oa compliance
with thereqmremems of law. All the expeases of the
proceedings shall be paid by the applicant.

@uly 19, 1952, ch. 950, 66 Stat. 803; Feb. 8, 1985,
Pub. L. 98-622, § 203(b).) ,
§146 Civil actien in case of interference

Any party to an interference dissatisfied with the
decision of the Board of Patent Appeals and Interfer-
ences on the interference, may have remedy by civil
action, if commenced within such time afier such de-
cision, not less than sixty days, as the Commissioner
appoints or as provided in section 141 of this title,

unless he has appealed to the United States Court of

Appeals for the Federal Circuit, and such appeal is
pending or has been decided. In such suits the record
in the Patent and Trademark Office shall be admitted

on ‘motion ofentherpartyupon ‘theé terms and condi-

tions as to costs, expenses, and the further cross-exam-
ination of the witnessés as the court imposes, without

prejudlce to the nght of ‘the’ parties to take further -
testimony. The testimony and exhibits of the record in

the Patent and Trademark Office When admitted shall
have the same effect as 1f ongmaﬂy takcn and pro-
duced in the suit.

Such suit may be instituted against the party in in-
terest as shown by the records of the Patent and
Trademark Office at the time of the decision com-

plained of, but any party in interest may become a

party to the action. If there be adverse parties resid-
ing in a plurality of districts not embraced within the
same state, or an adverse party residing in a foreign
country, the United States District Court for the Dis-
trict of Columbia shall have Junsdlcnon and may issue
summons against the adverse parties directed to the
marshal of any district in which any adverse party re-
sides. Summons against adverse parties residing in for-
eign countries may be served by publication or other-
wise as the court directs. The Commissioner shall not
be a necessary party but he shall be notified of the
filing of the suit by the clerk of the court in which it
is filed and shall have the right to intervene. Judg-
ment of the court in favor of the right of an applicant
to a patent shall avthorize the Commissioner to issue
such patent on the filing in the Patent and Trademark
Office of a certified copy of the judgment and on
compliance with the requirements of law.

(July 19, 1952, ch. 950, 66 Stat. 803; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949; Apr. 2, 1982, Pub.
L. 97-164, § 163, 96 Stat. 49; Feb. 8, 1985, Pub. L.
98-622, § 203(c).)

CHAPTER 14—ISSUE OF PATENT

See.

151. [Issue of patent.

152. [lssue of patent to assignee.
153. How issued.

154. Contents and term of patent.

Rev. 1, Oct. 1985
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155, Pasent term extension.

133A. - Patent term restoration.

156. Extension of putent term.

157. - Seatutory invention regintration.
§ 151 lseue of patent

lfawppmsthmnppkcmtmeﬂmledmameem
under the law, a written notice of allowance of the
application shall be given or mailed to the applicant.
The notice shall specify a sum, constituting the issue
fee or & portion thereof, which shall be paid within
three moaths thereafter.

Upon payment of this sum the patent shall issue,
but if payment is not timely made, the application
shall be regarded as sbandoned.

Any remaining balance of the issue fee shall be paid
within three months from the sending of a notice
thereof and, if not paid, the patent shall lapse at the
termination of this three-month period. In calculating
the arount of a remaining balance, chmrges for  page
or less may be disregarded.

If aany payment required by this section is mot-
timely made, but is submitted with the fee for delayed
payment end the delay in payment is shown to havje-‘
been unavoidable, it may be accepted by the Commis- -
sioner as though no abandomment or lapse had ‘ever
occurred.

(July 19, 1952, ch. 950, 66 Stat. 803; July 24, 1965,
Pub. L. 89-83, § 4, 79 Stat. 260; Jan. 2, 1975, Pub. L.
93-601, § 3, 88 Stat. 1956.)

§ 152 Issue of patent to assngnee _

Patents may be granted. to the assngnee of the in-
ventor of record in the Patent and Trademark Office,
upon the application made and the specification
sworn to by the inventor, except as otherwise provid-
ed in this title.

(July 19, 1952, ch. 950, 66 Stat. 804; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949.)

§ 153 How issued

- Patents shall be issued in the name of the United
States of America, under the seal of the Patent and
Trademark Office, and shall be signed by the Com-
missioner or have his signature placed thereon and at-
tested by an officer of the Patent and Trademark
Office designated by the Commissioner, and shall be
recorded in the Patent and Trademark Office.

(July 19, 1952, ch. 950, 66 Stat. 804; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949.)

§156 Contents and term of patent

Every patent shall contain a short title of the inven-
tion and a grant to the patentee, his heirs or assigns,
for the term of seventeen years, subject to the pay-
ment of fees as provided for in this title, of the right
to exclude others from making, using, or selling the
invention throughout the United States, referring to
the specification for the particulars thereof. A copy of
the specification and drawings shall be annexed to the
patent and be a part thereof.
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(July 19, 1952, ch. 950, 66 Stat. 804 July 24 1965
Pub. L. 89-83, § 5, 79-Stat. 261 Dec 12 1930 Pub
L. 96-517 § 4, 9¢ Stat. 3018) i

5155 Pamtm“temion :

Notwithstanding the provisions of sectlon 154 ‘the
term of a patent which encompasses within its scope &
cwmion of matter ‘or a process for using such
composition shall be extended if such mposit\on or
process has been subjected to s regulatory review by
the Federal Food and Drug Administration pursuant
to the Federal Food, Drug, and Cosmetic Act leading
to the publication of regulation permitting the inter-
state distribution and sale of such composition or
process and for which there has thereafter been a stay
of regulation of approval imposed pursuant to section
409 of the Federal Food, Drug, snd Cosmetic Act
which stay was in effect on January 1, 1981, by a
length of time toc be measured from the date such stay
of regulation of approval was imposed until such pro-
ceedings are finally resolved and commercial market-

ing permitted. The patentee, his:heirs, successors: or
assigns shall notify  the Comsmissioner of Patents and
Trademarks within ninety days: of: the date of enact-
ment of this section or the date the stay of regulation .
of approval has been removed, whichever . is later, of -

the number of the patent to be extended and:the date

thestaywasunpowdandthedatecommercmlmar.
keting was permitted. On receipt of such notice, the’

Commissioner shall promptly issue to the owner. of
record of the patent & certificate of extension, under
L seal, stating the fact and length of the extension and
7 identifying the composition of matter or process for
using such composition to which such extension is ap-
plicable. Such certificate shall be recorded in the offi-
cial file of each patent extended and such certificate
shall be considered as part of the original patent, and
an appropriate notice shall be published in the Official
Gazeite of the Patent and Trademark Office.

(Added Jan. 4, 1983, Pub. L. 97-414, § 1i(a), 96
Stat. 2065.)

£ 1554 Patent term restoration

(a) Notwithstanding section 154 of this title, the
term of each of the following patents shall be ex-
tended in accordance with this section:

(1) Any patent which encompasses within its
scope a composition of matter which is a new
drug product, if during the regulatory review of
the product by the Federal Food and Drug Ad-
ministration—

(A) the Federal Food and Drug Administration
notified the patentee, by letter dated February 20,
1976, that such product’s new drug application
was not approvable under section 505(b)(1) of the
Federal Food, Drug and Cosmetic Act;

(B) in 1977 the patentee submitted to the Fed-
eral Food and Drug Administration the resuits of
a health effects test to evaluate the carcinogenic
potential of such product;

PATENTLAWS L
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(C)tbeFederalFoodmdDma A dinis tion,
approwd, by letter dated December’ 18, 1979, the}

* new drug application for such application; and

.. (D) the Federal Food and Drug Admisistre-

 tion approved by letter dated May 26, 1981, a .
wpplemeﬁtary application covering the fmc:hty
for the pwduct:on of such product.

(2) Any patent  which encompasm within its

_‘scope a process. for -using the componm de-

scribed in paragraph (1).

() The term of any patent described in subsection
(a) shall be extended for a period equal to the period
beginning February 20, 1976, and ending May 26,
1981, and such patent shall have the effect as if origi-
nal.ly issued with such extended term.. . . -

(c) The patentee of any patent descnbed in subsec-
tion (a) of this section shall, within ninety days after
the date of enactment. of this section, notify the Com-
missioner of Patents and Trademarks of the number of
any patent so extended, 'On receipt of such notice, the
Commissioner shall confirm such extension by placing
a notice thereof in the official file of such peteat and
pubkshmg an appropnate notice of such extension in
the Official Gazette of the Patent and Trademark
Office. (Added Oct. 13, 1983, Pub. L. 98-127, § 4(a),
97 Stat. 832.) _ _

§ 156 Extension of patent term

(a) The term of a patent which claims a product, a
method of using a prodict, or a method of manufac-
turing a product shall be extended in accordance with
this section from the original expiration date of the
patent if—

(1) the term of the patent has not expired before
an application is submitted under subsection (d)
for its extension;

(2) the term of the patent has never been ex-
tended;

(3) an application for extension is submitted by
the owner of record of the patent or its agent and
in accordance with the requirements of subsec-
tion (d);

(4) the product has been subject to a regulatory
review period before its commercial marketing or
use; A

(5X(A) except as provided in subparagraph (B);
the permission for the commercial marketing or
use of the product after such regulatory review
period is the first permitted commercial market-
ing or use of the product under the provision of
law under which such regulatory review period
occurred:; or

(B) in the case of a patent which claims a method
of manufacturing the product which primarily
uses recombinant DNA technology in the manu-
facture of the product, the permission for the
commercial marketing or use of the product after
such regulatory review period is the first permit-
ted commercial marketing or use of e product
manufactured under the process claimed in the
patent.
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(b The rights derived from any patent the term of
which is extended under this section shall during the
pefiod dunng which the patent is extended—

(1) in the case of a patent which claims a prod-
uct, be limited to any use approved for the ap-
proved product before the expiration of the term
of the patent under the provision of law uader
which the applicable regulatory review occurred;
(2) in the csse of a patent which claims a method
of using & product, be limited to any use claimed
by the patent and approved for the spproved
product before the expiration of the term of the
patent under the provision of law under which
the applncab!c regulatory review occurred; and
(3) in the case of a patent which claims a method
of manufacturing a product, be Iimited to the
method of manufacturing as used to make the ap-
proved product.

(c) The term of a patent eligible for extension under
subection (a) shall be extended by the time equa! to
the regulatory rev+w period for the appmved prod-
uct which period occurs after the date t!nc patent is
issued, except that—

(1) each period of the regulatory review period
shall be reduced by any period determined under
subsection (d)(Z)(B) during which the applicant
for the patent extension did not act with due dili-
gence . during ‘such period of the regulatory
review period;

(2) after any reduction required by paragraph (1),
the period of extension shall include oaly one-
half of the time remaining in the periods de-
scribed in paragraphs (1}B}i). (2XB}i), and
(3)(B)(i) of subsection (g);

(3) if the period remaining in the term of a patent
after the date of the approval of the approved
product under the provision of law under which
such regulatory review occurred when added to
the regulatory review period as revised under
paragraphs (1) and (2) exceeds fourteen years, the
period of extension shall be redudced so that the
total of both such periods does mot exceed four-
teen years; and

(4) in no event shall more than one patent be ex-
tended for the same regulatory review period for
any product.

(E¥1) To obtain an extengion of the term of a
patent under this section, the owner of record of the
patent or its agent shall submit an application to the
Commissioner. Such an application may only be sub-
mitted within the sixty-day period beginning on the
date the product received permission under the provi-
sion of law under which the applicable regulatory
review period occurred for commercial marketing or
use. The application shall contain-—

(A) the identity of the approved product and the
Federal statute under which regulatory review
occurred;

Bev, 1, Oct, 1985
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y (B) me zdemnty of tke patem for which an exten- ‘
sion is being sought and the identily of each
claim of such patent which claims the approved
product or a method of using or manufacturmg
the epproved product;. -

(©) information to ensble the Commmsxoner to
determine under subsections (a) and (b) the eligi-
bility of a patent for extension and the rights that
will be derived. from the extension and informa-
tion to enable the Commissioner and the Secre-
tary of Hesalth and Human Services to determine
the period of the extension under subsection (g);
(D) a brief description of the activities undertak-
en by the applicant during the applicable regula-
tory review period with respect to the approved
product and the significant dates applicable to
such activities; and

(E) such patent or other mformatxon as the Com-
- missioner may require. :

(2¥A) Within slxty days of the submnttal of an ap-
plication for extension of the term of a patent under
paragraph (1), the Commissioner shall notify the Sec-
retary - of Health and Human Services if the patent
claisos any humar drug product, & medical ‘dévice, or -
a food additive or color additive or a method of using -
or manufacturing such a product, device, or additive
and if the product, device, and additive are subject to
the Federal Food, Drug, and Cosmetic Act, of the ex-
tension application and shall submit to the Secretary a
copy of the application. Not later than thirty days
after the receipt of an application from the Commis-
sioner, the Secretary shall review the dates contained
in the application pursuant to paragraph (I1}C) and
determine the applicable regulatory review period,
shall notify the Commissioner of the determination,
and shall publish in the Federal Register a notice of
such determination.

(B)(iy If a petition is submitted to the Secretary
under subparagraph (A), not later than one hundred
and eighty days after the publication of the determi-
nation under subparagraph (A), vpon which it may
reasonably be determined that the applicant did not
act wiih due diligence during the applicable regula-
tory review period, the Secretary shall, in accordance
with regulations promulgated by the Secretary deter-
mine if the applicant acted with due diligence during
the applicable regulatory review period. The Secre-
tary shall make such determination not later than
ninety days after the receipt of such a petition. The
Secretary may not delegate the authority to make the
determination prescribed by this subparagraph to an
office below the Office of the Commissioner of Food
and Drugs.

(i) The Secretary shall notify the Commissioner of
the determination and shall publish in the Federal
Register a2 notice of such determination together with
the factual and legal basis for such determination.
Any interested person may request, within the sixty-
day period beginning on the publication of a determi-
nation, the Secretary to hold an informal hearing on
the determination. If such a request is made within
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such period, the Secretary shall hold such hearmg not
later than thirty days afier the date of the requeet, or
at the request of the person making the request, not
. [ater than sixty days after such date. The Secretary
) shall provide notice of the hearing to the owner of
7 the patent involved and to any interested person and
provide the owner and any interested person an op-
portunity to participate in the hearing. Within thirty
days after the completion of the héaring, the Secre-
tery shall affirm or revise the determination which
was the subject of the hearing and notify the Commis-
sioner of any revision of the determination and shall
publish any such revision in the Federal Register.

(3) For the purposes of paragraph (2)(B), the term
“due diligence” means that degree of attention, con-
tinpous directed effort, and timeliness as may reason-
ably be expected from, and are ordinarily exercised
by, a person during a regulatory review period.

(4) An application for the extension of the term of a

patent is subject to the dwclosure reqmrements pre-

scribed by the Commissioner.

(e)(l) A determination that-a patent is ehgible for-

extension may be made by the Commissioner- solely
on the basis of the zepresentatmm contained in the ap-

plication for the extension.: If the Commissioner deter-

mines that a patent ie eligible for extension vnder sub-
section (a) and that the reguirements of subsection (d)

have been complied with, the Commissioner shall

issue to the applicant for the extension of the term of

the patent a certificate of extension, under seal, for -

the period prescribed by subsection (c). Such certifi-
cate shall be recorded in the official file of the patent
nd shall be considered as part of the original patent.
(2) If the term of & patent for which an application
has been submitted under subsection (d) would expire
before a certificate of extension is issued or denied
under paragraph (1) respecting the application, the
Commissioner shall extend, until such determination is
made, the term of the patent for penods of up to one
year if he determines that the patent is eligible for ex-
tension.

() For purposes of this section:

(1) The term ‘product’ means

(A) A human drug product.

(B) Any medical device, food additive, or
color additive subject to regulation under the
Federal Food, Drug, and Cosmetic Act.

(2) The term “human drug product” means the
active ingredient of a new drug, antibiotic drug,
or human biological product (as those terms are
used in the Federal Food, Drug, and Cosmetic
Act and the Public Health Service Act) including
any salt or ester of the active ingredient, as a
single entity or in combination with another
active ingredient.

(3) The term “major health or environmental ef-
fects test” means a test which is reasonably relat-
ed to the evaluation of the health or environmen-
tal effects of a product, which requires at least six
months to conduct, and the data from which is
submitted to receive permission for commercial
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marketing or use. Periods of analysis or evalua-
tion of test results are not to be included in deter-
minining if the conduct of a test required at least
" gix months.
(4XA) Any reference to section 351 is a reference
to section 351 of the Public Health Service Act.
(B) Any reference to section' 503, 305, 507, or 5135
is a reference to section 503, 305, 507, or 515 of
the Federal Food, Drug, and Cosmetic Act.
(5) The term “informal hearing” has the meaning
prescribed for such term by section 201(y) of the
Federal Food, Drug, and Cosmetic Act.
(6) The term “patent” means a patent issued by
the United States Patent and Trademark Office.
(g) For purposes of this section, the term “regule-
tory review period” has the following meanings:
(1)(A) In the case of a product which is a human
drug product. ‘the term means the period de-
scribed in subparagraph (B) to which the limita-
tion described in paragraph (4) applies.
(B) The regulatory review period for a human
dreg product is the sum of—

(i) the penod begmmng on the date an exemp-
tion under subsection (i) of section 505 or subsec-
tion (d) of section 507 became effective for the
approved human drug product and ending on the
date an application was initially submitted for
such drug product under section 351, 505, or 507,
and ,

(ii) the period beginning on the date the appli-

cation was initially submitted for the approved
human drug product under section 351, subsec-
tion (b) of section 505, or section 507 and ending
on the date such applcation was approved under
such section.
(2)(A) In the case of a product which is a food
additive or color additive, the term means the
period described in subparagraph (B) to which
the limitation described in paragraph (4) applies.
(B) The regulatory review period for a food or
color additive is the sum of—

(i) the period beginning on the date a major
health or environmental effects test on the addi-
tive was initiated and ending on the date a peti-
tion was initially submitted with respect to the
product under the Federal Food, Drug, and Cos-
metic Act requesting the issuance of a regulation
for use of the product, and

(ii) the period beginning on the date a petition
was initially submitted with respect to the prod-
uct under the Federal Food, Drug, and Cosmetic
Act requesting the issuance of a regulation for
use of the product, and ending on the date such
regulation became effective or, if objections were
filed to such regulation, ending on the date such
objections were resolved and commercial market-
ing was permitted or, if commercial marketing
was permitted and later revoked pending further
proceedings as a result of such objections, ending
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,oatbedmauch proceedmaswemfmally fe-
. solved and commercial marketing was. permitted.
(3XA) In the case of a product whlch is & medi-
_cal device, the term means the period described
im subpamsraph (B) to which the limitstion de-
~scribed in paragraph (4) .applies.
(B) The regulatory review period for a medical
device is the sum of—

(i) the period beginning on the date of & clini-
cal investigation on humans involving the device
was begun and ending on the date an application
was initially submitted with respect to the device
under section 515, and

(i) the period beginning on the date an applica-
tion was initially submitted with respect to the
device under section 515 and ending on the date
.such application was approved under such Act or
the period beginning on the date a notice of com-
pletion of a product development protocol was

.. initially submitted under section S5iS(f)(S) and
ending on the date the protocol was declared
completed under section 515(0(6)

T (4) A penod determined under any of the preced-
ing’ paragraphs is subject to the’ fo‘llowmg limita-

’ tlons ’

(A) If the pateut mvolved was tssued aﬁer the
date of the ensciment of this section, the period
of extension determined on the basis of the regu-
latory review period determined under any such
paragraph may not exceed five years.

(B) If the patent involved was issued before the
date of the enactment of this section and—

() no request for an exemption described in para-
graph (1}(B) was submitted,

(ii) no major health or environmental effects test
described in paragraph (2) was initiated and no
petition for a regulation or application for regis-
tration described in such paragraph was submit-
ted, or

(iii) no clinical investigation described in paragraph
(3) was begun or product development protocol
described in such paragraph was submitted,
before such date for the approved product the
period of extension determined on the basis of the
regulatory review period determined under any
such paragraph may not exceed five years.

(C) If the patent involved was issued before
the date of the enactment of this section and if an
action described in subparagraph (B) was taken
before the date of the enactment of this section
with respect to the approved product and the
commercial marketing or use of the product has
not been approved before such date, the period
of extension determined on the basis of the regu-
latory review periogl determined under such para-
graph may not exceed two years.

(h) The Commissioner may establish such fees as
the Commissioner determines appropriate to cover the
costs to the Office of receiving and acting upon appli-
cations under this section.
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(AM W 24 1984. Pub. L. 98-4l7. QZOI(&))

ory invention registration - :
ding any other provision of ¢his.
commissioner is authorized to publish a stat-
utory mthsm registration. containing the . :
tion and drawings of a regularly filed application fors
patent without examination if the applicant—
(lt}emeets the requirements of section 112 of this
il
(2) has complied with the reqmrements for print-
ing, as set forth in regulations of the Commission-
€f;
(3) waives the right to receive a patent on the in-
vention within such period as may be prescribed
by the Commissioner; and
(4) pays. application, publication, and other proc-
essing fees established by the Commissioner:.
If an interference is declared with respect to such an
application, a statutory invention registration may not
be published vuless the issue of priority of invention is
finally determined in favor of the applicant. :

(b) The Waiver vnder subsection. (a)(3) of this sec-
tion by-an spplicant shall take effect: npon publwatnon
of the stetutory invention registration. -

(c) A statutory invention registration pubhshed pur-
suant- to- this section shall have all of the attributes
specified for patents in this title: except those specified
in section 183 and sections 271 through 289 of this
title. A statutory invention registration shall not have

any of the attributes specified for patents in any other

provision of law other than this title. A statutory. in-
vention registration published pursuant to this section
shall give appropriate notice to the public, pursuant to
regulations which the Commissioner shall issue, of the
preceding provisions of this subsection. The invention
with respect to which a statutory invention certificate
is published is not a patented invention for purposes
of section 292 of this title.

(d) The Secretary of Commerce shall report to the
Congress annually on the use of statutory invention
registrations. Such report shall include an assessment
of the degree to which agencies of the Federal Gov-
ernment are making use of the statutory invention
registration system, the degree to which it aids the
management of federally developed technology, and
an assessment of the cost savings to the Federal Gov-
ernment of the use of such procedures.

(Added May 8, 1985, Pub. L. 98-622, § 102(a).)
CHAPTER 18—PLANT PATENTS

See.

161. Patents for plants.

162. Description, claim.

163. Grant.

164. Assistance of Department of Agriculture.

§ 161 Patents for plants
Whoever invents or discovers and asexually repro-
duces any distinct and new variety of plant, including

cultivated sports, mutants, hybrids, and newly found \
seedlings, other than a tuber propagated plant or a
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plaat found in en uncultivated state, may obum 8
_patent therefor, subject to the oonditmm and reqtnre-
ments of this title.

- The provisions of this title te!atmg to patents for in-
ventions shall apply to petents for plmts. except as
otherwise provided.

(Buly 19, 1952, ch. 950, 66 Stat. 804; Sept. 3, 1954,
ch. 1239, 68 Stat. 1190.)

§ 162 Deseription, claim

No plant patent shall be declared invalid for non-
complisnce with section 112 of this title if the descrip-
tion is as complete as is reasonably possible.

‘The claim in the specification shall be in formal
terms to the plant shown and described.

(July 19, 1952, ch. 950, 66 Stat. 804.)

§163 Grant

In the case of a plant petent the grant shall be of
the right to exclude others from asexually reproduc-
ing the plant or selling or wsing the plant so repro-
-duced.

(.l’uly 19 1952, ch. 950, 66 Stat. 804.)

8164 Assistance of Degartment of Agriculture
The President may by Executive order direct the
Secretary of Agriculture, in asccordance with the re-
quests of the Commissioner, for the purpose of carry-
ing into effect the provisions of this title with respect
to ‘plante (1) to furnish availgble information of the
Department of Agriculture, (2) to conduct through
the appropriate bureau or division of the Department
research upon special problems, or (3) to detail to the
Commissioner officers and employees of the Depart-
ment.
(July 19, 1952, ch. 950, 66 Stat. 804.)

CHAPTER 16—DESIGNS

See.

171. Patents for designs.

172. Right of priority.

173. Term of design patent.
§171 Patents for designs

Whoever invents any new, original and ornamental
design for an article of manufacture may obtain a
patent therefor, subject to the conditions and require-
ments of this title.

The provisions of this title relating to patents for in-
ventions shall apply to patents for designs, except as
otherwise provided.

(July 19, 1952, ch. 950, 66 Stat. 806.)

§ 172 Right of priority

The right of priority provided for by section 119 of
this title and the time specified in section 102(d) shall
be six months in the case of designs.

(July 19, 1952, ch. 950, 66 Stat. 805.)
§ 173 Term of design patent

Patents for designs shell be granted for the term of
fourteen years.
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Pub. L. 97-247, 5 16,96 Stat 321)
CHAPTER l‘l-—SECRECY OF CERTA!N INVEN

TIONS AND FILING APPLICAT!ONS lN FOR-
EIGN COUNTRY

See.

181. Secrecy of cerisin inventions and withholding of patent. ‘
182. Abandonment of invention for unauthorized disclosure ‘
183. Right of compensation.

184. Filing of application in foreign country.

183. Patent barred for filing without license,

186. Penshy.

187. Nonapplicability to certain persons.

188. Rules and regulations, delegation of power.

§ 181 Secrecy of certain inventions and with-
holding of patent

Whenever publlcatlon or disclosure by the grant of
a patent on an invention in which the Government
has a property interest might, in the opinion of the
head of the interested Govemment agency, be detri-
mental to the national security, the Commissioner
upon being so notified shall order that the invention
be kept secret and shall: withhold: the grant of & ‘patent
therefor under the conditions set forth: hiereinafter.

Whenever the publication or disclosure of an inven-
tion by the granting of a patent, in which the Govern-
ment does not have a property interest, might, in the
opinion of the Commissioner, be detrimental to the
national security, he shall make the application for
patent in which such invention is disclosed available
for inspection to the Atomic Energy Commission, the
Secretary of Defense, and the chief officer of any
other department or agency of the Government desig-
nated by the President as a defemse agency of the
United States.

Each individual to whom the application is dis-
closed shall sign a dated acknowledgment thereof,
which acknowledgment shall be entered in the file of
the application. If, in the opinion of the Atomic
Energy Commission, the Secretary of a Defense De-
partment, or the chief officer of amother department
or agency so designated, the publication or disclosure
of the invention by the granting of a patent therefor
would be detrimental to the national security, the
Atomic Energy Commission, the Secretary of a De-
fense Department, or such other chief officer shall
notify the Commissioner and the Commissioner shall
order that the invention be kept secret and shall with-
hold the grant of a patent for such period as the na-
tional interest requires, and notify the applicant there-
of. Upon proper showing by the head of the depart-
ment or agency who caused the secrecy order to be
issued that the examination of the application might
jeopardize the national interest, the Commissioner
shall thereupon maintain the application in a sealed
condition and notify the applicant thereof. The owner
of an application which has been placed under a se-
crecy order shall have a right to appeal from the
order to the Secretary of Commerce under rules pre-
scribed by him.
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An invention shmll not be ordered kept secxet md
the grant of a patent withheld for a period of more
than one year. The Commissioner shall' renew 'the
order at the end thereof, orattheendofanyrmwal
period, for additional periods of one-yedr upon motifi-
cation by the head of the department or the chief offi-

cer of the agency who caused the order to be issued

that an affirmative determination has been made that
the national interest continues so to require. An order
in effect, or issued, during & time when the United
States is at war, shell remain in effect for the duration
of hostilities and one year following cessation of hos-
tilities. An order in effect, or issued, during a national
emergency declared by the President shall remain in
-effect for the duration of the national emergency and
six months thereafter. The Commissioner may rescind
any order upon notification by the heads of the de-
partments and the chief officers of the agencies who
caused the order to be issued that the publication or
disclosure of the invention is no longer deemed detri-
_ mental to the national security.

(Fuly 19, 1952 ch. 950, 66 Stat. 805.)

8 182 Abandosment of invention for. mm

" ized disclosre _

The invention disclosed ia an applncanon for patent
subject to an order made pursuant to section 181 of
this title may be held abandoned upon its being estab-
lished by the Commissioner that in violation of said
order the invention has been published or disclosed or
that an application for a patent therefor has been filed
in a foreign country by the inventor, his successors,
assigns, or legal representatives, or anyone in privity
with him or them, without the consent of the Com-
missioner. The abandonment shall be held to have oc-
curred as of the time of violation. The consent of the
Commissioner shall not be given without the concur-
rence of the heads of the departments and the chief
officers of the agencies who caused the order to be
issued. A holding of abandonment shall constitute for-
feiture by the applicant, his successors, assigns, or
legal representatives, or anyone in privity with him or
them, of all claims against the United States based
upon such invention.

(July 19, 1952, ch. 950, 66 Stat. 806.)

§ 183 Right to compensation

An applicant, his successors, assigns, or legal repre-
sentatives, whose patent is withheld as herein provid-
ed, shall have the right, beginning at the date the ap-
plicant is notified that, except for such order, his ap-
plication iz otherwise in condition for allowance, or
February 1, 1952, whichever is later, and ending six
years after a patent is issued thereon, to apply to the
head of any department or agency who caused the
order to be issued for compensation for the damage
caused by the order of secrecy and/or for the use of
the invention by the Government, resulting from his
disclosure. The right to compensation for use shall
begin on the date of the first use of the invention by
the Government. The head of the department or
agency is authorized, upon the presentation of a
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,clmm. to enter into an agrecmcm ‘with tlne wpﬂoum.
‘his successors, sssigns, or legal repreaeamives, in fall

settlement for the damage and/or use. This settiement

, :agreement shall’ be concluswe for all purposes not-
withstanding sny other provision of law to the con-

trary. If full settlement of the claim cannot be effect-
ed, the head of the depattment or agency may dward
and pay to such applicant, his successors, assigns, or
legal representatives, a sim. not: exceeding 75; per
centum of the sum which the head of the department
or agency considers just compensation for the damage
and/or use. A claimant may bring suit ageinst the
United States in the United States Claims Court or in
the District Court of the United States for the district
in which such claimant is a resident for an amount
which when added to the award shall constitute just
compensation for the damage and/or use of the inven-

- tion by the Government. The owner of any patent

issued upon an application that was subject to a secre-
cy . order. issued pursuant to section 181 of this title,
who did not apply for compensation as above provid-
ed, shall have the nght, after. the date of issuance of
such patent, to bnng suit in the United States Claims
Court for just’ compeiisation ‘for the damage causéd by

reason of .the order -of: secrecy and/or use by the

Government of the invention resulting from. his .dis-

-closure. The right to compensation for use shall begin

on the date of the first use of the invention by the

. Government. In a: suit under the provisions of this

section the United States may avail itself of all de;
fenses it may plead in an action under section. 1498 o
title 28. This section shall not confer a right of action™
on. anyone or his successors, assigns, or legal repre-
sentatives who, while in the full-time employment or
service of the Usited States, discovered, invented, or
developed the invention on which the claim is based.

(July 19, 1952, ch. 950, 66 Stat. 806; Apr. 2, 1982,
Pub. L. 97-164, title I, § 160(a)(12), 96 Stat. 48.)

§ 184 Filing of application in foreign country

Except when authorized by a license obtained from
the Commissioner a person shall not file or cause or
authorize to be filed in any foreign country prior to
six months after filing in the United States an applica-
tion for patent or for the registration of a utility
model, industrial design, or model in respect of an in-
vention made in this country. A license shall not be
granted with respect to an invention subject to an
order issued by the Commissioner pursuant to section
181 of this title without the concurrence of the head
of the departments and the chief officers of the agen-
cies who caused the order to be issued. The license
may be gramted retroactivelv where an application
has been inadvertently filed abroad and the applica-
tion does not disclose an invention within the scope
of section 181 of this title.

The term “application” when used in this chapt
includes applications and any modifications, amerf
ments, or supplements thereto, or divisions thereof.

(July 19, 1952, ch. 950, 66 Stat. 807.)
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_,§ 188 Patent barred fwm;wmoutlieem

wanthstandmg .any other provisions of law any
.,pemm. and his successors, assigns, or legal represent-
. atives, shall not receive a United States patent for an
invention if that person, or his successors, assigns, or
legel representatives shall, without procuring the li-
cenge prescribed in section 184 of this title, have
made, or consented to or assisted another’s making,
application in a foreign country for a patent or for the
regimmion of a utility model, industrial design, or
model in respect of the imveation. A United States
patent issued to such persom, his successors, assagns.
or legal representatives shall be invalid. -

(July 19, 1952, ch. 950, 668wt 807.)

§ 186 Penalty

Whoever, dunng the period or periods of time an
invention has been ordered to be kept secret and the
grant of a patent thereon withheld pursuant to section
181 of this title, shall, with knowledge of such order
‘and . without due authorization, willfully publish or
disclose or. authorize or cause to be published or dis-
-closed ;the invention, or material information with re-
spect thereto, or whoever, in viclgtion of the. provi-
. sions of section 184 of this title, shall file or cause or

authorize to be filed in any foreign country an appli- -

cation for patent or for the registration of a utility

- model, industrial design, or model in respect of any
invention made in the United States, shall, upon con-
viction, be fined not more than $10,000 or imprisoned
for not more than two years, or both.

(July 19, 1952, ch. 950, 66 Stat. 807.)
§ 187 Norapplicability to certain persons

The prohibitions and penalties of this chapter shall
not apply to any officer or agent of the United States
acting within the scope of his authority, nor to any
person acting upon his written instructions or permis-
sion.

(July 19, 1952, ch. 950, 66 Stat. 808.)

§188 Rules and regulations, delegation of power

The Atomic Energy Commission, the Secretary of
a defense department, the chief officer of any other
department or agency of the Government designated
by the President as a defense agency of the United
States, and the Secretary of Commerce, may separate-
ly issue rules and regulations to enable the respective
department or agency to carry out the provisions of
this chapter, and may delegate any power conferred
by this chapter.

(July 19, 1952, ch. 950, 66 Stat. 808.)

CHAPTER [18] 38—PATENT RIGHTS IN INVEN-
TIONS MADE WITH FEDERAL ASSISTANCE

Sec.

200. Policy and objective.

201. Definitions.

202. Disposition of rights.

203. March-in rights.

204. Preference for United States mdustry
205. Confidentiality.
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206. Uniform clanees and regulations.
207. Doawwc md foresgn pmfectlon of fedemly owned inven-

208. Rngulmom goveming Federal liueumg ‘

209, Restrictiogs om licensing of federally ownecl iaventions.
210. Precedence of chapter. ‘

211. Relstionship to antitrugt laws.

212. Disposition of rights i in educational awarda.

§ 200 Policymdnbjecﬁve C
It is the policy and objective of the Congress to use
the patent system to promote the utilization of inven-

tions arising from federally supported research or de-

velopment; to encourage maximum participation of
small business firms in federally supported research
and development efforts; to promote collaboration be-

‘tween commercial concerns and nomprofit organiza-

tions, including universities; to ensure that inventions
made by nompmﬁt organizations and small business

' firms are used in @ manner to promiote free competi-
. tion' and enterprise; to’ promote the commercialization
-and - public availability of inventions made in the
'United States by United States’ mdustry ‘and-Iabor; to

ensure that the Government' obtains’sufficiént’ rights

in federally supported inventions'to meet’ the needs of

the Government and protect the public agamst nonuse

-or unreasonable use of mventlons, and to minimize the

costs of administering pohcles in this area.

(Dec. 12, 1980, Pub. L. 96-517, §6(a), 94 Stat.
3019.) ‘
§201 Definitions

As used in this chapter—

(a) The term ‘“Federal agency” means any execu-
tive agency as defined in section 105 of title S,
United States Code, and the military departments
as defined by section 102 of title 5, United States
Code.

() The term “funding agreement” means any
contract, grant, or cooperative agreement entered
into between any Federal agency, other than the
Tennessee Valley Authority, and any contractor
for the performance of experimental, develop-
mental, or research work funded in whole or in
part by the Federal Government. Such term in-
cludes any assignment, substitution of parties, or
subcontract of any type entered into for the per-
formance of experimental, developmental, or re-
search work under a funding agreement as herein
defined.

(c) The term “contractor” means any person,
small business firm, or nonprofit organization that
is a party to a funding agreement

(d) The term “invention” means any invention or
discovery which is or may be patentable or oth-
erwise protectable under this title or any novel
variety of plant which is or may be protectble
under the Plant Variety Protection Act (7 U.S.C.
2321 et seq.).

(e) The term “subject invention” means any in-
vention of the contractor conceived or first actu-
ally reduced to practice in the performance of
work under a funding agreement: Provided, That
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. in the case of & vmety of phnt, the date of déter-
mination (as defined in section 41(d) of the Plant
Variety Protection Act (7 U.S.C. 2401(d)) must
also oecur during the penod of contract perform-

0 The. term “pmcucal appllcatnon” means to
manufacture in the case of a composition or
product, to practice in the case of a process or
-method, or to operate in the case of a machine or
sysiem; and, in each case, under such conditions
a8 to establish that the invention is being wtilized
and that its benefits are to the extent permitted
by law or Government regulations available to
the public on reasonable terms. .

(g) The term “made” when used in relation to
any imvention means -the coneeption or first
actual reduction to practice of such invention.

(h) The term “small business firm” means a small
business. concern as defined at section 2 of Public
Law_85-536 (15 U.S.C. 632) and implementing
_.reguhuom of the, Admmmrator of . the Small

@ ’Hw term. “nonptoﬁt orgamzatnon” means uni-
.. versities and . other institutions ‘of higher._educa-
__txonoranor ion. of the. type. described. in
section 501(c)(3).of the Internal Revenue Code of
1954 (26 U.S.C. SOl(c)) and exempt from taxation
under section 501(a) of the Internal Révenue
Code (26 U.S.C. 501(a)) or any nonprofit scientif-
ic or educational organization qualified under a
State nonprofit organization statute.

(Added. Dec. 12, 1980, Pub. L. 96-517, §6(a), 94

Stat. 3019; Amended Nov 8, 1984, Pub. L. 98-620,

§ 501(1) and (2).) .

§ 202 - Disposition of rights

(a) Each nonprofit orgamzatnon or small business
firm may, within a reasonablé time after disclosure as
requn'ed by paragraph (c)(l) of this section, elect to
retain title to any subject invention: Provided, however,
That a funding agreement may provide otherwise (i)
when the contractor is not located in the United
‘States or does not have a place of business located in
the United States or is subject to the control of a for-
eign govetnment, (ii) in exceptional circumstances
when it is determined by the agency that restriction
or elimination of the right to retain title to any subject
invention will better promote the policy and objec-
tives of this chapter or (iii) when it is determined by a
Government authority which is authorized by statute
or Executive order to conduct foreign intelligence or
counter-intelligence activities that the restriction or
elimination of the right to retain title to any subject
invention is necessary to protect the security of such
activities or, (iv) when the funding agreement in-
cludes the operation of a Government-owned, con-
tractor-operated facility of the Department of Energy
primarily dedicated to that Department’s naval nucle-
ar propulsion or weapons related programs and all
funding agreement limitations under this subparagraph
on the contractor’s right to elect title to a subject in-
vention are limited to inventions occurring under the
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The rights of the nonprofit organization or emell busi-
ness firm shall be subject to the provisions M‘pam

- graph (c) ofthu sectum and the other pmvmom of
this chapter.

BY1) The nglm of the Governmem tmder subuc

'tmn () shall not be exercised by a Federal agency

unless it first determines that at least one of the condi-
tions identified in clauses (i) through (iii) of subsection
(a) exists. Except in the case of subsection (8)(iii), the
agency shall file with the Secretary of Commerce,
within thirty days after the award of the applicable
funding agreement, a copy of such determinstion. In
the case of a determination under subsection {(a)ii),
the statement shall include an analysis justifying the
determination. In the case of determinations applica-
ble to funding agreements with small business firms,
copies shall also be sent to the Chief Counsel for Ad-
vocacy of the Small Business Administration. If the
Secretary of Commierce believes that any individual

" determination or patters: of determinations is contrary
‘to the pohcm and objectives of this Chapter or other-
-.wise not' in ‘conformarnice with this chapter; The Sec-
‘retary ‘shall so advise the head of the agency con-
--cerned and the Administrator of the Office of Federal

Procurement Polncy, and recommend correctwe ac-

uons b

~(2) Whenever the Administrator of the Office of

Federal Procurement Policy has determined that one

or more Federal agencies are utilizing the avthority of

clause (i) or (i) of subsection (a) of this section in af
manner that is coatrary to the policies and objectives |
of this chapter, the Administrator is authorized to

issue regu]atlons describing classes of situations in

which agencies may not exercise the authorities of
those clauses.

(3) At least once each year, the Comptroller Gener-
al shall transmit a report to the Committees on the Ju-
diciary of the Senate and House of Representatives on
the manner in which this chapter is being implement-
ed by the agencies and on such other aspects of Gov-
ernment patent policies and practices with respect to
federally funded inventions as the Comptroller Gener-
al believes appropriate.

(4) If the contractor believes that a determination is
contrary to the policies and objectives of this chapter
or constitutes an abuse of discretion by the agency,
the determination shall be subject to the last para-
graph of section 203(2).

{c) Each funding agreement with a small business
firm or nonprofit organization shall contain appropri-
ate provisions to effectuate the following:

(1) That the contractor disclose each subject in-
vention to the Federal agency within a reasona-
ble time after it becomes known to contractor
personnel responsible for the administration of
patent matters, and that the Federal Government
may receive title to any subject invention not d
closed to it within such time.

(2) That the contractor make a written election
within two years after disclosure to the Federal
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s ,pmved by the cheral agency) whether""‘t con-
tractor will retain title' to any subject invention:
~ Provided, That in any case where’ publicatlon, on
 sale, of pﬂblxc use, ‘has initiated thie one yedr stat-
utory period in which valid patent protection can
 still be ‘obtained in the United States, the 'period
"t for “election - may- be ‘shortenied - by ' the ' Federal
~agency to a dste that i is '‘not more than sixty days
- prior- to the end of the statutory period: And pro-
" vided fuvther, that the Federal Government msy
-peceive title 1o any subject invention in which the
" contractor does not elect to retain raghts or faﬂs
to elect rights within such times. '+
3 That a contractor electing rights in a- subject
invention agrees to file a patent application prior
to any statutory bar date that may occur under
- this title due to publication, on sale, or public use,
- and shall thereafier file: correspondmg patent ap-
plications in other countries in which it wishes to
retain title within: reasonable: times, and that the

. Federal Govefnment:may:'zreceivef:title 0 -Gny

. subject inventions in the United States or:octher
countries in. which: the contractor has . not. filed
.. patent apphcauons on -the subject -invention
~ within such times.
(4) With respect to any invention in Wthh the
contractor elects rights, the Federal agency shiall
have a monexclusive, nontransferable, irrevocable,
pa.ui-up license to pracu:.:e or have practnced for

,,,,,,

fundmg agreement may prov:de for such addx-
tional rights; including the nght to assign or have
‘assigned foreign patent rights in the subject in-
vention, as are determined by the agency as nec-
essary for meeting obligations of the United
States under any treaty, . international agreement,
arrangement of cooperation, memorandum of un-
derstanding, or similar arrangement, mcludmg
military agreement relatmg to weapons develop-
ment and production.

(5) The right of the Federal agency to requu'e
periodic reporting on the utilization or efforts at
obtaining utilization that are being made by the
contractor or his licensees or assignees: Provided,
That any such information as well as any infor-
mation on utilization or efforts at obtaining wutili-
zation obtained as part of a proceeding under sec-
tion 203 of this chapter shall be treated by the
Federal agency as commercial and financial in-
formation obtained from a person and privileged
and confidential and not subject to disclosure
under section 552 of title 5 of the United States
Code.

(6) An obligation on the part of the contractor, in
the event a United States patent application is
filed by or on its behalf or by any assignee of the
contractor, to include within the specification of
such application and any patent issuing thereon, a
statement specifying that the invention was made

SUVAY S ‘;;-*‘i‘rA’i E¥ !v 1Mws\ Aeh g Fpve A ‘ %2

,_’wnth Govemmem support and’ ‘that the Govem-
- pient hag ‘tights in the invention.” '
() In the case of & nonproﬂt organiution, aa -
prohibition upon the assignment of tights to 8
sention in'the United States without the
~ approval of the" Federal “agency, exéfepa ‘where
such a.wgnment is; “made to an ormiution
whicli has as one ‘of 'its' primary functions the
,management of inventions, (provnded that such
- assignée shall be subject to the same provisions as
the contractor); (B) a reqmrement that the con-
tractor share royaltm with the mvcntor, ©
except wnth respect to a fundmg agreement for
the operation of a Government-owned-contrac-
tor-operated fa.cxllty, a requirement ‘that the bal-
ance of any royalties or income mmed by the
" contractor with respect to subject inventions,
after payment of expenses (including payments to
- mventors) incidental to the administration.of sub-
... Ject. mventlons, be utilized for the support of sci-
.. entific, eseatch or, -ed qanon, (D) a mqmrement

.. tions shall;be glven' to small. busmm ﬁnns, and
N f'(E)'wnth respect 1o a funding agreement for the
. .operation of a Govemment-cwmdocontmctor-op-
. _erated: facxhty, requirements (i) that after _payment
. of patenting costs, licensing costs, paymenis to in-
veators, and other expenses incidental to the ad-
ministration. of subject inventions, 100 percent of
the balance of any. royalties or income earned
and retained by the contractor during any fiscal
year up to an amount equal to 5 percent of the
annual budget of the facility, shall be used by the
contractor for sciemtific research, development,
and education consistent with the research and
development mission and objectnvw of the facili-
ty, including activities that increase the licensing
- potential of other inventions of the facility; pro-
- vided that if said balance exceeds 5 percent of the
annual budget of the facility, that 75 percent of
such excess shall be paid to the Treasury of the
United States and the remaining 25 percent shall
be used for the same purposes as described above
in this clause (D); and (ii) that, to the extent it
provides the most effective technology tramsfer,
the licensing of subject inventions shall be admin-
istered by contractor employees on location at
the facility.
(8) The requirements of sections 203 and 204 of
this chapter.

(d) If a contractor does not elect to retain title to a
subject invention in cases subject to this section, the
Federal agency may consider and afier consultation
with the contractor grant requests for retention of
rights by the inventor subject to the provisions of this
Act and regulations promulgated hereunder.

(e) In any case when a Federal employee is a coin-
ventor of any invention made under a funding agree-
ment with a nonprofit organization or small business
firm, the Federal agency employing such coinventor
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is authpnzed totransfer. or assign whatcvex rights it
may acquire in the 8t t mventmn from ifs, employ-
ee to the contractor subject to the condmons set forth
in this chapter.
(i)(l) lo, fundms agreement with a small busmess
"p_roft organization shall contain_a provi-
sion allowms a Federal agency to require the licens-
ing to third parties of inveations owned by the con-
tractor that are not subject inventions unless sich _pro-
vision has been approved by the head of the agency
and a written justification has been signed by the head
of the agency. Any such provision shail clearly state
whether the licensing may be required in connection
with the practice of a subject invention, a specifically
identified work object, or both. The head of the
agency may not delegate the authority to approve
prov;:noﬂs or sign justifications reqmred by this para-
grap
(2) A Federal agency shall not’ reqmre the licensing
of third parties under any such provision unless the
head of the agency deétermines that the use of the in-
vention by ‘others is necessary for the pract:ce of a
subject invention or for the use of a work object of
the funding agreement and that such action i$ neces-
saty to achieve the practzcal apphcaﬂon of the subject
invention or ‘work object. Any such’ determination
shall be on the record ‘after ap opportunity for an
agency hearing. Any action commenced for judicial
review of such determination shall be broaght within
sixty days after notification of such determination.
(Added Dec. 12, 1980, Pub. L. 96-517, § 6(2), 94
Stat. 3020; Amended Nov. 8, 1984, Pub. L. 98-620,
§ 501(3)-(8).)
§203 March-in rights
(1) With respect to any subject invention in which
& small business firm or nonprofit organization has ac-
quired title under this chapter, the Federal agency
uader whose fending agreement the subject invention
was made shall have the right, in accordance with
such procedures as are provided in regulations pro-
mulgated hereunder to require the comtractor, an as-
signee or exclusive licensee of a subject invention to
grant & nonesclusive, partially exclusive, or exclusive
license in any field of use to a responsible applicant or
applicants, upon terms that are reasonable under the
circumstances, and if the contractor, assignee, or ex-
clugive licensee refuses such request, to grant such a
license itself, if the Federal agency determines that
such—
(a) action is necessary because the contmctor or
agsignee has not taken, or is not expected to take
within a reagonable time, effective steps to
achieve practical application of the subject inven-
tion in such field of use;
(b) action is necessary to alleviate health or
safety needs which are not reasonably satisfied by
the contractor, assignee, or their licensees;
(c) action is necessary to meet requirements for
public use specified by Federal regulations and
such requirements are not geasonably satisfied by
the contractor, assignee, or licensees; or
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(d) action, is. necessary because the agreement re-
 quired by scctnon 204 Jms not, becn obtained or
-waived or because.a hoenwe of ‘the exclusive
right . 10 .use. or- sell amy sub_;ect mventnon in the
, Umted States is. in breach of its- agreemem ob-
tamedpursuanttosechonlm L
(). A determination pursuant. to. this, sectlon or sec-
tioa, 202(b)(4) shall not be subject to the Contract Dis-
putes Act (41 U.S.C. § 601 et seq.). An administrative
appeals procedure shall be established by regulations
promulgated in accordance with section 206. Addi-
tionally, any contractor, inventor, assignee, or exclu-
sive licensee adversely .affected by ‘a determination
under this section may, at any time within sixty days
after. the determination is issued, file a petition in the
United States Claims Court, which shall have jurisdic-
tion to determine the appeal on the record and to
affirm, reverse, remand or modify, *, as appropriate,
the determination of the Federal agency. In cases de-
scribed in paragraphs (a),-a,nd (c), the agency’s deter-
mination shall be:held .in abeyance pending the ex-
haustion of appea!s or. petntwns ﬁled under me pre-
cedmg sentence.
- (Added Dec. 12 1980 Pub. L. 96—517 §6(a), 0
Stat. 3022; Amended Nov. 8, 1984 “Pub. L - 98-620,

§ 501(9).)
§ 204 [Preference for United States industry

Wotwithstanding any other provision of this chap-
ter, no small business firm or nonprofit organization
which réceives title to any subject invention and no
assignee of any such small business firm or nomprofit
organization shall grant to any person the exclusive
right to use or sell any subject invention in the United
States unless such person agrees that any' products
embodying the subject invention or produced through
the use of the subject invention will be manufactured
substantially in the United States. However, in indi-
vidual cases, the requirement for such an agreement
may be waived by the Federal agency under whose
funding agreement the invention was made upon a
showing by the small business firm, nonprofit organi-
zation, or assignee that reasonable but unsuccessful ef-
forts have been made to grant licenses on similar
terms to potential licensees that would be likely to
manufacture substantially in the United States or that
under the circumstances domestic manufacture is not
commercially feasible.

(Added Dec. 12, 1980, Pub. L. 96-517, §6(2), 94
Stat. 3023.)

§205 Confidentiality

Federal agencies are authorized to withhold from
disclosure to the public information disclosing any in-
vention in which the Federal Government owns or
may own a right, title, or interest (including a monex-
clusive license) for a reasonable time in order for a
patent application to be filed. Furthermore, Federa
agencies shall not be required to release copies of an
document which is part of an application for patent
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filed with the United States Patent and Trademark
Office or with any foreign patent office.

(Added Dec. 12, 1980, Pub. L. 96-517, § 6(s), 94
Stat. 3023.)

§ 206 Uniform chmmd regulations

The Secretary of Commerce may issue regulatlons
which may be msde apphcable to Federal agencies
implementing the provisions of sections 202 through
204 of this chapter and shall establish standard fund-
ing agreement provisions required under this chapter.
The regulations and the standard funding agreement
shall be subject to public comment before their issu-
ance.

(Added Dec. 12, 1980, Pub. L. 96-517, § 6(a), 94
Stat. 3023; Nov. 8, 1984, Pub. L. 98-620, § 501(10).)

8207 Domestic and foreign protection of federal-
ly owned inventions ‘

(8) Each Federal agency is authorized to—

1. apply for, obtain, and maintain patents or
other forms of protecuon in_ the United  States
and in foreign countries on inventions in which
the, Federal Govemment owns a right, title, or
mtermt,

(2) grant nonexclumve, exclusnve, Or. partmlly ex-
clusive licenses under federally owned _patent ap-
plications, patents, or other forms of protection
obtained, royalty-free or for royalties or other
consideration, and on such. terms and conditions,
including the grant to the licensee of the right of
enforcement pursuant to the provisions of chap-
ter 29 of this title as determined appropriate in
the public interest;

(3) undertake all other suitable and necessary
steps to protect and administer rights to federally
owned inventions on behalf of the Federal Gov-
ernment either directly or through contract; and
(4) transfer custody and administration, in whole
or in part, {0 another Federal agency, of the
right, title, or interest in any federally owned in-
vention.

(b) For the purpose of assuring the effective man-
agement of Government-owned inventions, the Secre-
tary of Commerce is authorized to—

(1) assist Federal agency efforts to promote the
licensing and utilization of Government-owned
inventions;

(2) assist Federal agencies in seeking protection
and maintaining inventions in foreign countries,
including the payment of fees and costs connect-
ed therewith; and

(3) consult with and advise Federal agencies as to
areas of science and technology research and de-
velopment with potential for commercial utiliza-
tion.

| (Added Dec. 12, 1980, Pub. L. 96-517, § 6(a), 94
VStat. 3023; Amended Nov. 8, 1984, Pub. L. 98-620,
§ so1(11).)
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Mw 'Regulations governing Federal Hcensing

'ﬂmSecremyofCommercemauthomedtow
mulgate regulations specifying the terms and condi-
tions upon which any federally . .owned invention,
other than inventions owned by the Tennessee Valley
Authority, may be licensed on a nonexcluswe, pastial-
ly exclusive, or exclusive basxs

(Added Dec. 12, 1980, Pub. L‘ 96-517 &6(&). 94
Stat. 3024; Amended Nov. §, 1984 Pub. L. 98-620,
§ 501(12))

§209 Restrictions on llceiming af fmnlly
owned inventions ‘

(2) No Fedeml agency shall 3rant any hcense undex'
a patent or patent application on a federally owned
invention unless the person requesting the license has
supplied the agency with a plan for development and/
or marketmg of the mventxon, except that any. mch

petson and prm!eged and conﬁdentml and not subject
to disclosure under section 552 of title § of the United
States. Code.

®) A Fedeml agency shall normally grﬂm the ngha
to use or sell any federally owned invention in the
United States only to a licensee that agrees that any
products . embodying the inveation or  produced
through the use of the invention will be manufactured
substantiaily in the United States. A

(cX1) Each Federal agency may grant exclusive or
partially exclusive licenses in any invention covered
by a federally owned domestic patent or patent appli-
cation only if, after public notice and opportunity for
filing written objections, it is determined that—— .

(A) the interests of the Federal Government and
the public will best be served by the proposed li-
cense, in view of the applicant’s intentions, plans,
and ability to bring the invention to practical ap-
plication or otherwise promote the invention’s
uvtilization by the public;

(B) the desired practical application has not been
achieved, or is not likely expeditiously to be
achieved, under any nonexclusive license which
has been granted, or which may be granted, on
the invention;

(C) exclusive or partially exclusive licensing is a
reasonable and necessary incentive to call forth
the investment of risk capital and expenditures to
bring the invention to practical application or
otherwise promote the invention’s utilization by
the public; and

(D) the proposed terms and scope of exclusivity
are not greater than reasonably necessary to pro-
vide the incentive for bringing the invention to
practical application or otherwise promote the in-
vention’s utilization by the public.

(2) A Federal agency shall not grant such exclusive
or partially exclusive license under paragraph (1) of
this subsection if it determines that the grant of such
license will tend substantially to lessen competition or
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result in undue coneentration in sny. section of .the
couritry in any line of commerce to which the tech-
mgytobeﬁoenwdrelatm,ortocmormamtam
other situations inconsistent with the antitrust laws.

(3) First preference in the exclusive of partmlly €x-
clusive licensing of federally owned inventions shall
go to small business firms' submitting plans that are
determined by the agency to be within the capabilities
of the firms and equally likely, if executed, to bring
the invention to practical application ss eny plans sub-
mitted by applicants that are not small business firms.

(d) After consideration of whether the interests of
the Federal Government or United . States industry in
foreign commerce will be enhanced, any Federal
agency may grant exclusive or partially exclusive li-
censes in any invention covered by a foreign patent
application or pstent, after public notice and opportu-
nity for filing written objections, except that a Feder-
&l agency shall not grant such exclusive ‘or partially
exclusive license if it determines that the grant of such
Hicense will tenid substantially to lessen competition or
mﬁmmwmmmmymtumofthe
United States in any line of commerce to which the
technology to be licensed relates, or to créste or
muintain other mtuatmns momwmnt with* antitrust
fzws, -

© 'I‘he Federal agency shall maintain a record of
determiriations to grant exclusxve or pamaﬂy exclu-
give licenses.

() Any grant of a license shall contain such terms
and conditions as the Federal agency determines ap-
propriste for the protection of the interests of the
Federal Government and the pubhc, including provi-
gioms for the following:

(1) periodic reporting on the utilization or efforts
at obtaining utilization that are being made by the
licensee with particular reference to the plan sub-
mitted: Provided, That any such information may
be treated by the Federal agency as commercial
and financial information obtained from a person
and privileged and confidential and not subject to
disclosure under section 552 of title 5 of the
United States Code;

(2) the right of the Federal agency to terminate
such license in whole or in part if it determines
that the licensee is not executing the plan submit-
ted with ite request for a license and the licensee
cannot otherwise demonstrate to the satisfaction
of the Federal agency that it has taken or can be
expected to take within a reasonable time, effec-
tive steps to achieve practical application of the
invention;

(3) the right of the Federal agency to terminate
such license in whole or in part if the licensee is
in breach of an agreement obtained pursuant to
paragraph (b) of this section; and

(4) the right of the Federal agency to terminate
the license in whole or in part if the agency de-
termines that such action is necessary to meet re-
quirements for public use specified by Federal
regulations issued after the date of the license and
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- gmch requuements age; not reawnably samsﬁed by
(Added Dec 12 1980, Pub L 96-517 §6(a).
Sm. 3024.) 5

§216 Precedence of chapter. . ... . -
(8) This chapter shall take precedence over. any

other Act which would require a disposition of rights
in subject inventions of small business firms or non-
profit organizations contractors in a manner that is in-
consistent with this chapter, mcludmg but not neces-
sarily limited to the following:

(1) section 10(a) of the Act of June 29, 1935, as

added by title T of the Act of August 14, 1946 (7

U.S.C. 427i(a); 60 Stat. 1085);

(2) section 205(a) of the Act of August 14, 1946

(7 U.S.C. 1624(a); 60 Stat. 1090);

{3) section :501(c) of the. Federal Mine Safety and

Health Act of 1977 (30 U.S.C.. 951(c); 83 Stat.

742y

(@) section 106(c) of the Natnonal Traff ic and

‘Motor Vehicle Safety’ Act of 1966 (15 USC

'1395(c); 80 Stat. 721);

(5) sectionn 12 of the Natlonal Sciencé Foundanon

Act of 1950 (42 U.S.C. 1871(a); 82 Stat. 360);

(6} section 152 of the Atomic Energy Act of 1954

(42 U.S.C. 2182; 68 Stat. 943);

(7) section 305 of the National Aeronautlcs aad

Space Act of 1958 (42 U.S.C. 2457);

(8) section 6 of the Coal Research Development 4

Act of 1960 (30 U.S.C. 666; 74 Stat. 337);

() section 4 of the Helium Act Amendments of

1960 (50 U.S.C. 167b; 74 Stat. 920);

(10) section 32 of the Arms Controf and Disarma-

ment Act of 1961 (22 U.S.C. 2572; 75 Stat. 634);

(11) subsection (e) of section 302 of the Appa-

fachian Regional Development Act of 1965 (40

U.S.C. App. 302(e); 79 Stat. 5);

(12) section 9 of the Federal Nonnuclear Energy

Research and Development Act of 1974 (42

U.8.C. 5901; 88 Stat. 1878)

(13) section 5(d) of the Consumer Product Safety

Act (15 U.S.C. 2054(d); 86 Stat. 1211);

(14) section 3 of the Act of April 5, 1944 (30

U.8.C. 323; 58 Stat. 191);

(15) section 8001(¢)(3) of the Solid Waste Dispos-

al Act (42 U.S.C. 6981(c); 90 Stat. 2829);

(16) section 219 of the Foreign Assistance Act of

1961 (22 U.S.C. 2179, 83 Stat. 806);

(17 section 427(b) of the Federal Mine Health

and Safety Act of 1977 (30 U.S.C. 937(b); 86

Stat. 155);

(18) section 306(d) of the Surface Mining and

Reclamation Act of 1977 (30 U.S.C. 1226(d); 91

Stat. 455);

{19) section 21(d) of the Federal Fire Prevention

and Control Act of 1974 (15 U.S.C. 2218(d); 88

Stat. 1548);

(20) section 6(b) of the Soclar Photovoliaic

Energy Research Development and Demonstra-
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'tzw?é)ACt of 1978 (42 US.C. 5585(b); 92 Stat.
5 _
(21) section 12 of the Native Latex Commercial-
ization and Ecomomic Development Act of 1978
(7 U.S.C. 178(); 92 Stat. 2533); and
(22) section 408 of the Water Resources and De-
velopment Act of 1978 (42 U.S.C. 7879; 92 Stat.
1360).
The Act creating this chapter shall be construed to
take precedence over any future Act unless thet Act
specifically cites this Act and provides that it shall
teke precedence over this Act.

(b) Nothing in this chapter is intended to aiter the
effect of the laws cited in paragraph (g8) of this section
or any other laws with respect to the disposition of
rights in inventions made in the performance of fund-
ing agreements with persoms other than nonprofit or-
ganizations or small business firms.

-(¢) Nothing in this chapter is intended to limit the
authonty of agencies to agree. to the disposition of
rights in inventions made in the perform.ance of work
under funding sgreements with peisons other than
nonprofit organizations or small business firms in ac-
cordance with: the Statement of Government Patent
Policy  issued on February 18, 1983, agency regula-
tions, or other applicable regulatnons or. to otherwise
limit the authority of agencies to allow such: persons
to retain ownership of inventions except that all fund-
ing agreements, including those with other than small
business firms and moaprofit orgsnizations, shall in-
s clude the requirements established im paragraph
" 20Yc)(4) and section 203 of this title. Any disposition
of rights in inventions made in accordance with the
Statement or implementing regulations, including any
disposition occurring before enactment of this section,
are hereby authorized.

(d) Nothing in this chapter shall be construed to re-
quire the disclosure of intelligence sources or methods
or to otherwise affect the authority granted to the Di-
rector of Central Intelligence by statute or Executive
order for the protection of intelligence sources or
methods.

(Added Dec. 12, 1980, Pub. L. 96-517, § 6(a), 94
Stat. 3026; Amended Nov. 8, 1984, Pub. L. 98-620,
§ 501(13).)

§ 211 Relationship to antitrust laws

Nothing in this chapter shall be deemed to convey
to any person immunity from civil or criminal liabil-
ity, or to create any defenses to actions, under any
antitrust law.

(Added Dec. 12, 1980, Pub. L. 96-517, § 6{a), 94
Stat. 3027.)

§.212 Disposition of rights in educationsl awards

No scholarship, fellowship, training grant, or other
funding agreement made by a Federal agency primari-
Iy to an awardee for educational purposes will contain
, any provision giving the Federal agency any rights to

inventions made by the awardee.
(Added Nov. 8, 1984, Pub. L. 98-620, § 501(14).)
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PART Ili—-PATENTS AND PROTECH'ION OF
‘ PA'I’ENT RIGHTS .

Chapter r ‘

25. Amendment and Correction of Patents.

26. Owrernhip snd Amiznmcm-. :

27. Government Interests in Patents.

28. Iafrisgement of Patents.

29. Remedles for Infringement of Pntent and Other Actions.

CHAPTER 28—AMENDMENT AND
CORRECTION OF PATENTS

See.

251. Reissue of defective patents.

252, [Effect of reissue.

253. Disclaimer.

254. Certiﬁ:;te of correction of Patent and Trademark Office mis-
e.

255. Certificate of correction of applicant’s mistake.

256, Correction of named inventor.

_ § 251 Reissue of defective patents

Whenever any patent is, through etror thhout any
deceptwe inteation, deemed wholly or. pmrtly inoper-
ative or invalid, by reason of a defective specification
or drawing, or by reason of theé patentee claxmmg
more or less than he had a right’ toclaim in- the

.. patent,  the Commissioner -shall, on the surrender of

such patent and .the: payment of the fee required by
law, reissue the patent for the invention disclosed in
the original: patent, and in accordance with a new and
amended application; for the . unexpired part.of the
term- of the original patent.. No: new matier shall be

- introduced into the application for reissue. -

“The Commissioner may  issue several reissued pat-
ents for distinct and separate parts of the thing patent-
ed, upon demand of the applicant; and upon payment
of the required fee for a reissue for each of such re-
issued patents.

The provisions of this title relating to applications
for patent shall be applicable to applications for re-
issue of a patent, except that application for reissue
may be made and sworn to by the assignee of the
entire interest if the application does not seek to en-
large the scope of the claims of the original patent.

No reissued patent shall be granted enlarging the
scope of the claims of the original patent unless ap-
plied for within two years from the grant of the origi-
nal patent.

(July 19, 1952, ch. 950, 66 Stat. 808.)

§ 282 [Effect of refssue

The surrender of the original patent shall take
effect upon the issue of the reissued patent, and every
reissued patent shall have the same effect and oper-
ation in Iaw, on the trial of actions for causes thereaf-
ter arising, as if the same had been originally granted
in such amended form, but in so far as the claims of
the original and reissued patents are identical, such
surrender shall not affect any action then pending nor
abate any cause of action then existing, and the re-
issued patent, to the extent that its claims are identical
with the original patent, shall constitute a continu-
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ation ‘theréof MVG eﬁ'ect comt:nuously from the
date of the original patent.

No reissued patent shall abridge or affect the right
of any person or his successors in business who made,
purchased or used prior to the graat of a reissue any-
thing patented by the reissued patent, to continue the
use of, or to sell to others to be used or:sold, the spe-
cific thing so made, purchased or ‘used, unless the
making, using or selling of such thing infringes a valid
claim of the reissued patent which was in the original
patent. The court before which such matter is in ques-
tion may provide for the continued manufacture, use
or sale of the thing made, purchased or used as speci-
fied, or for the manufacture, use or sale of which sub-
stantisl preparation was made before the grant of the
reissue, and it may also provide for the continued
practice of any process patented by the reissue, prac-
tice, or for the practice of which substantial prepara-
tion was made, prios to the grant of the reigsue, to the
extent and under such terms as the court deems eqm-
table for the protection of investmerts made or busi-
ness commenced before the grant of the ; remue.
(Ju]y 19 1952 ch. 950 66 Stat 808) '

' Whenever, w:thout aﬂy decepuve mtemmn, a clann
of a patent is invalid the remaining claims shall not
thereby be rendered invalid. - A ‘patentee, whether of
-the whole or any gectional interest therein, may, on
payment of the fee required by:law, make disclaimer
of any complete claimh, stating’therein the extent of
his interest in such: patent. Such disclaimer shall be in
writing, and. recorded in the Patent and Trademark
Office; and it shall thereafter be considered as part of
‘the original patent to the extent of the interest pos-
;«is:ed by the disclaimant and by those claiming under
In like manner any patentee or applicant may dis-
claim or dedicate to the public the entire term, or any
terminal pact of the term, of the patent granted or to
be granted.

(July 19, 1952, ch. 950, 66 Stat. 809 Amended Jan.
2, 1975, Pub. L. 93-596, § 1, 88 Stat. 1949.)

§254 Certificate of corvection of Patent and
Trademark Office mistake

Whenever a mistake in a patent, incurred through
the fault of the Patent and Trademark Office, is clear-
Iy disclosed by the records of the Office, the Commis-
sioner may issue a certificate of correction stating the
fact and nature of such mistake, under seal, without
charge, to be recorded in the records of patemts. A
printed copy thereof shall be attached to each printed
copy of the patent, and such certificate shall be con-
sidered as part of the original patent. Every such
patent, together with such certificate, shall have the
same effect and operation in law on the trial of ac-
tions for causes thereafter arising as if the same had
been originally issued in such corrected form. The
Commissioner may issue a corrected patent without
charge in lieu of and with like effect as a certificate of
correction.
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- who are not inventors shall not iivalidate the patent
" in which such error occurred if it can be corrected as
“provided in this section. The court before which such

MANUAL OF PATENT EXAMINING PROCEDURE

(July 19, 1952 ch. 950 ‘66 Stat. £09; Amended Jan.
2, 1975, Pub L. 93-596 §! 885!&. 1949) .

§285 CerﬁMeofwmcﬁm wfmﬂmt’umisn

' Whencver a m:stake of ‘8 ckrwal or typographncal

‘nature, or of minor character, Which was not the fault

of the Patent and Trademark Office, appears in a

- patent and a showing has been made that such mis-

take occurred in good: faith, the Commissioner may,
upon payment of the required fee, issue a certificate
of correction, if the correction does not involve such
changes in the patent as would constitute new matter
or would require re-examination. Such patent, togeth-

- er with the certificate, shall have the same effect and

operation ia -law on the. triel of actions for causes

- thereafter arising as if the same- Md been ongmally

issued in such corrected form. - .-
(July 19, 1952, ¢h. 950, 66 Stat. 809, Amended Jan.

;2 1975 Pub L 93—-596 §1 885!21. 1949)
§256. Cormwnn of named invmmr

- Whenever through error a’ ‘person: is" uamed in-an

"msued patent as’ the inventor, or through error an in-
‘ventor is fiot named in an issued patent and such error
“arose’ without any decepnve intention on'his part, the
- Commissioner may, on application of ‘all’ the parties
‘and assignées, with proof of the facts and such other

requirements as may be: nmposed, nssmd a cemﬁcate
correcting such error.
The error of omitting inventors or naming pe

matter is called in question may order correction of
the patent on notice and hearing of all parties con-
cerned and the Commissioner shall issue a certificate
accordmgiy

@uly 19, 1952, ch. 950, 66 Stat. 810; Amended Aug.
27, 1982, Pub. L. 97-247, § 6(b), 96 Stat. 320.)

CHAPTER 26—0OWNERSHIP AND ASSIGNMENT

See.

261. Ownership; assignment.
262. Joint owners.

§ 261 Ownership; assignment

Subject to the provisions of this title, patents shall
have the attributes of personal property.

Applications for patent, patents, or any interest
therein, shall be assignable in law by an instrument in
writing. The applicant, patentee, or his assigns or
legal representatives may in like manner grant and
convey an exclusive right under his application for
patent, or patents, to the whole or any specified part
of the United States.

A certificate of acknowledgment under the hand
and official seal of a person authorized to administe
oaths within the United States, or, in a foreign cou
try, of a diplomatic or consular officer of the United
States or an officer authorized to administer oaths
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whose authority is proved by a cemﬁcate of a diplo-
“matic’ or ‘consular officer’ of ‘the "United States, or
apostille of an official designated by a foreign country
) which, by treaty or convention, accords like effect to
1wiﬁecofdemmtedomcmlsmthe United Smes,
shall be prima facie evidence of the execution ‘of an
mgnmt. grant or ccmveymce of a patem or appli-
cation for patent. -
 ‘An sssignment, grant or conveyance shull be void
a8 ageinst any subsequent purchaser or mortgagee for
a valusble consideration, without notice, unless it is
recorded in the Patent and Tredemark Office within
three months from its date or prior to the date of such
subsequent purchase or morigage.
(July 19, 1952, ch. 950, 66 Stat. 810; Amended Jan.
2, 1975, Pub. L. 93-596, § 1, 88 Stat. 1949; Auvg. 27,
1982, Pub. L. 97-247, § 14(b), 96 Stat 321.)

§262 Joint owners

In the ahscnce of any agreement to the contrary,
each of the joint owners of a patent may make, use or
seil the patented invention without the consent of and
mthout a:ccountmg to the other owners .

cmmm MmGOVERNMENT INTEIM EN

e PATENTS C
Su-.
{266, Repesled]
267. Time for taking action in Government applications.
{6266 Repealed. Pub. L. 89-83 §8, July 24,
- 1968, 19 Stat. 261}

' $267 Time for taking sction in Government ap-
plications

Notwithstanding the provisions of sections 133 and
151 of this title, the Commissioner may extend the
time for taking any action to three years, when an ap-
plication has become the property of the United
States and the head of the appropriate department or
agency of the Government has certified to the Com-
migsioner that the invention disclosed therein is im-
portant to the armament or defense of the United
States.

(uly 19, 1952, ch. 950, 66 Stat. 811.)

CHAPTER 28~INFRINGEMENT OF PATENTS
Bee.

271, Infringement of patent.
272, Temporery presence in the United States.

§271 Infringement of patent

(2) Except as otherwise provided in this title, who-
ever without authority makes, uses or sells any patent-
ed invention, within the United States during the term
of the patent therefor, infringes the patent.

(b) Whoever actively induces infringement of a
patent shall be liable as an infringer.

(c) Whoever sells a component of a patented ma-
chine, manufacture, combination or composition, or a
material or apparatus for use in practicing a patented
Jprocess, constituting & material part of the invention,
kanowing the same to be especially made or especially

L~29

+§271

adapwd fm wee in an infringement of such patent, and
~ niot & staple article or commodity of commerce suita-

ble for. mbmmnal nomnfnngmg use, shall, he lwble a8
" (d) No pum owner otherwnse enuﬂed w relm' Eor

" infringement or contributory infringement of s. patent

shall be denied relief or deemed guilty of misuse or

illegal” extension of the: spatent, right by reason. .of his

having done one or more of the following: (1) derived
revenue from acts which if performed by .another
without his consent would constitute contributory in-
fringement of the patent; (2) licensed or . authorized
another to perform acts which if performed without
his consent would constitute contributory -infringe-

‘ment of the patent; (3) sought to enforce his patent
 rights aguinst mfrmgement or contnbutory mfrmge-

ment.
(It shall not be an act of mfnngement to make,
use, or sell a patented invention (other than & new

‘animal drug or vetermaty bnologtcal product (as: those
terms dre used in the Federal Food, Drug, and. Cos-

menc Act ‘ami the Act of March 4, 1913)) solely. for
reasoiably related 67t developmem and ‘sub-

lmssnom of -mfmmmwn under g : Federal law- wluch
- regulates the menufacture, use, or sale of drugs: -

-(2) It shall be an act of infringement to subnnt ‘an
applicationanndae gection 505(j)’ of ‘the Federal Food,
Drug, apnd Cosmetic -Actor described in section

. 505(b)(2) of swch: Act for a drug claimed in a patent

or the use of which is claimed in ‘a patent, if the pur-
pose of such submission 'is to- obtain approval under
such Act to engage’ in.the' commercial: manufacture,
use, or sale of & drug claimed in & patent or the use of
which is claimed in a patent beforc the expiration of
such patent.

(3) In any action for patent mfnngement brought
vnder this section, no injunctive or other relief may
be granted which would prohibit the making; using,
or selling of a patented invention under paragraph {1).

(4) For an act of infringement described in para-
graph (2)—

{A) the court shall order the eft‘ectwe date of any
approval of the drug involved in the infringement
to be a date which is not earlier than the date of
the expiration of the patent which has been in-
fringed,
(B) injunctive relief may be granted against an in-
fringer to prevent the commescial manufacture,
use, or sele of an approved drug, and
(C) damages or other monetary relief may be
awarded against an infringer only if there has
been commercial manufacture, use, or sale of an
approved drug.
The remedies prescribed by subparagraphs (A), (B),
and (C) are the only remedies which may be granted
by a coust for an act of infringement described in
paragraph (2), except that a court may award attor-
ney fees under section 288,

(6)(1) Whoever without authority supplies or causes
to be supplied in or from the United States all or a
substantial portion of the components of a patented

BRav. %y Oct. 1588



%,'h ; LHATH I AR Yrye ¢y : m “ncombmed m
- wholé or'in' pert, in ‘such manset as'to actively’ induce
* thecmmbmaﬁonofmchoomponents outside of the
United States in & manner thiit' ‘would infringe the
- petent if such combingtion wcurfed wnthin the Umted
~ States, shell bé Hable as an iify
- (2) Whoever withoiit authiority supplxea or causes to
f‘bemppliedmorfromtheUnited Stutesmycompo-
nent of a patented invention that is especiaily made or
especially adapted for use in the invention and not a
staple article or commodnty of commerce suitable for
substantial’ noumfrmgmg use, where such component
-is uncombined in whole or in part, knowing that such
component is so made or adapted and intending that
such component will be combined outside of “the
United States in-a meanner that would infringe the
patent if such combination occurred within the United
States, shall be liable as an infringer.
(July 19, 1952, ch. 950, 66 Stat. 811; Amended Sept.
24, 1984, Pub. L. 98-417 §202 Nov 8 1984 Pub L.
- 98-622, § ml(a))
‘§2‘12 Tempanryprmeeinme Uniwd States
.. The use of any: invention in. any vessel; aircraft: or
vehlc!e of .amy . country. which: affords similar’ privi-
leges. to vessels, sircraft or vekicles of the' United
States, entering the United States temporarily or acci-
dentally, shall mpot constitute - infringement of any
patent, if the invention is used exclusively for the
needs of the vessel, sircraft or vehicle and is not sold
in or used for the manufacture of anything to be sold
in or exported from the United States. -
Quly 19, 1952, ch. 950, 66 Stat. 812.)

CHAPTER 29—REMEDIES FOR INFRINGEMENT
OF PATENT, AND OTHER ACTIONS

See.

288. Remedy for infringement of patent.

282. Presumption of validity; defenses.

283. Inmjunction.

284. D

285. Attorney fees.

286. Time limitation on damages.

287. Limitation on damages; marking and aotice.

288. Action for infringement of a patent containing an invalid
claim.

289. Additional remedy for infringement of design patent.

290. MNotice of patent suits.

291. Interfering patents.

292. False marking.

293, Noaresident patentee, eervice and notice.

294, Voluntary arbitration.

§281 Remedy for infringement of patent

A patentee shall have remedy by civil action for in-
fringement of his patent.

§292 Presumption of validity; defenses

A patent shall be presumed valid. Each claim of a
patent (whether in independent, dependent, or multi-
ple dependent form) shall be presumed valid inde-
pendently of the validity of other claims; dependent
or multiple dependent cleims shall be presumed valid
even though dependent upon an invalid claim. The
burden of establishing invalidity of & patent or any

Rgv. 1, Oct. 1945
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claim thereofshaﬂ rest on the pmy manms mh ine
Cvalidity.

Thcfollowmgshallbedefenmmmymm-

‘volving the validity or mfnngemem of 8 pmnt md
',shallbepleuded ,

(D Nomnfnngement, abaence of lubnmy for in-
fringement or unenforceability,
(2) Invalidity of the patent or any cleim in sunt on
any ground specified in part II of this title as a
condition for patentability,
(3) Invalidity of the patent or any claim in suit
for failure to comply with any requirement of
sections 112 or 251 of this title, ©
(43 Any other fact or act made a defensc by this
title. .

In actions mvolvmg the valndnty or mfnngemem of

a patent the party assertmg invalidity o= momnfnnge-
ment shall give notice in the pleadmgs‘,. or otherwise in
§ thirty.

ny |
numbers of any publlcauon to upcm as'an-
ticipation of the patent.in suit’ or, except i actions in
the United States Claims Court, as showing the state
of the art, and the name and address of any person
who may be relied upon as the prior inventor or as
having prior krowledge of or as having pnevnous!y

used or offered for.sale the invention of the patent in

suit. In the absence of such notice, proof of the said
matters may not be made at the tna.l except on such
terms as the court reguires. - .
Invalidity of the extensnon of a patem term or any

portion thereof under section 156 of this title because
of the material failure—

(1) by the applicant for the extension, or

(2) by the Commissioner,

. to comply with the reguirements of such section shall

be a defense in any action involving the infringement
of a patent during the period of the extension of its
term and shall be pleaded. A due diligence determina-
tion under section 156(d)(2) is not subject to review in
such an action.

(uly 19, 1952, ch. 950, 66 Stat. 812; Amended July
24, 1965, Pub. L. 89-83, § 10, 79 Stat. 261; Nov. 14,
1975, Pub. L. 94-131, § 10, 89 Stat. 692; Sept. 24,
1984, Pub. L. 98-417, § 203, 98 Stat. 1603.)

§283 Injunction ;

The several courts having jurisdiction of cases
under this title may grant injunctions in accordance
with the principles of equity to prevent the violation
of any right secured by patent, on such terms as the
court deems reasonable.

(July 19, 1952, ch. 950, 66 Stat. 812.)

§284 Damages

Upon finding for the claimant the court shall award
the claimant damages adequate to compensate for the
infringement, but in no event less than a reasouable
royalty for the use made of the invention by the in-
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