Facie Showing by Applicant :

2308.01:- mmmm&ﬂ:erMApphcm L
2308.02, ShowmaUnder.‘HCFRlﬁOS(b)
Frocd Prepantiondflnte’rfereuoel’apetsbyﬁxamm

0t ‘For : g :
2309.02 - Preparation of Papers— .
230503 Afﬁdtvﬁsmdbechnmkewnedmﬁlg
2309.04. _Record of Each Interfererice.Complete
3309.05  Congultation With Examiner-in-Chief
2309.06 - !merfennsSnbjectMmerm“SeuecyOrder"Caes
2310 ' Hendling by Examiner-in-Chief -
2311 - Declaeation of Interference :
2312 . AecmwApphmuonsmlmcrferm
2313 Lead Attorney or Agent "~
2314 Jorisdiction Over hiterference - '
2315 SuspmonofExpamProsecumn
231501 - Applications
2316 ,_SnncmforFulmsoComplythRulesorOrder
2317 Summary Jodgment Against Apphco.nt
2318 Return of Unauthivized Papers
2321 Preliminary Stotement, Time for Filing
2322 PrelumwySwmt,lnveaﬁonMebyWhodetm_e
2323 PuhmmrySmmt,lnvenuonMadchmwdSuaa
2324 thmmarysmemcxu,lnvenuonMeAbmad ’
2328 PreﬁmmrySmmt,DeﬁvauonbymOppmem
2326 WWMA@W
2327 Preliminary Statement, Scaling and Opening
2328 Preliminery Statement, Correction of Error
2329 Preliminary Statement, Effect of .
2336 Reliance on Bastier Applicstion
2331 Preliminery Statement Access
2332 Abundonment,Suppfemon or Conceslment to be Argued
2333 Preliminary M
233301 Preliminary Mouons—Rehted to Applicstion Not In-

volved in Interference

2333.02 Preliminary Motions—Benefit of Foreign Filing Date
2334 Motions to Correct Inventorehip
2338 Miscellaneous Motions
2336 Time for Filing Motions

MI;sVWW

2342 Addition o Interference

2343  Prosecwtion by Assignee

2345 Extension of Time

2346 - Service of Pepern

2347 Translations

2351 Times Sor Discovery and Testimony,
3352;_..Jm&rmmT¢eTmymFﬂeM
2353 Record sad Eshibits

2354' Finel Henring s
zsssémmmmma

2372 Manner of‘l"ahng Temmony :
2373 - Notiee‘of Baeminetion of Witness
2374 - Persons Dq:onmons Faken Before

2383 Testimony From Another Interference oz Proceeding
2384 Tesummy ina Forelgn Country

§230001 Inm)dactlon [R-Z] v

“Title 11 of the Patent Law Amendments Act of
1984 (Public Law98-622) combined the Patent and
Trademark Office Board of Appeals and Board of
Patent Interferences into a néw board, the Board of
Patent Appeals and Interferences (Board), and amend-
ed 35 U.S.C. 135(a) to provide thet in an interference
thejumd:cuonofthenewﬂoardwuuldextendmt
only to priority of mvenuon. but also to questions of
patentability. These provmons took effect on Febru-
ary 8, 1985. On the —=-t working day, February 11,
1985, e vormer mterfere.we rules, 37 CFR 1.201 1o
1.288, were replaced with a new set of rules, 37 CFR
1.601 to 1.688. With a few exceptions, the new rules
apply to all interferences declared on or afier the date
of their adoption; interferences declared prior to that
date will continve to be governed by the old rules
covered in Chapter 1100. -
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the text of the rules, but 810 8 ¢
and Mmd m Wit

WWWMMMMM%M
this notice closely,
Attenmiaahodimwdmmemmnm
in the Federal Register on May 31, 1985 (50
F.R. 23122) and in the Official Gazette on October
22, 1983 (1039 O.G. 27).
ltubelwvedthatthewmorychamamm

newmles,wdiresultmamorempid r »
the rights of the parties, and avoid the leugzhy pm-
ceedings which have characterized some interferences
in the past. Since the Board has been given jurisdic-
tion to decide patentability, it will no longer be neces-
sary to decide whether or not an issue i§ “sncillary to
priority”; the Board can now decide all patentability
mmmmemmfermmfmmlymedhym
parties, without the necessity for dmhmg the intee-
ference and pursuing patentability questions ex pavie
(in which case a reversal of the: exm rejection
would require reinstatement of the interference). Each
interference underthenewmlesummdtomex-
aminer-in-chief, who is:expected to exercise such coa-
trol over the interference that it will not normally be
pending before the Board more than two' years @7
CFR 1.610). 37 CFR 1.616 provides that appropriate
sanctions may be imposed by an exsminer-im-chief
against a party who fails to comply with: the interfer-
ence rules or an order of the examiner-in-chief or
Board. The ultimate sanction, entry of adverse judg-
ment against the party, may be imposed by the Board
in an extreme case.

The interference practice is baaed on 35 US.C. 135,
as amended by P.L. 98-622

35 USC. 135, Interferences. (n)Whmemmmphmﬁmhmde
for & patent which, in the opinion of the Commissioner, would
mmﬁﬂemthmypemnpplwmmmmympkw
patent, an interference may be declared and the Comminsions:
mvemnceofmhdeckmiontotheappha:mu.wwm
patentee, 2 ‘the caie may be. The Board of Patent Appesls end
Interferences shell determine questions of priotity of the inveations
and may determine guestions of patentability. Any finsl decision, if
adverse to the claim of sn applicans, shall constitute the final refis-
dbymertderadmkomeeofmecmwmm
the Commissioner ‘may issue & patent to the applicsst who B ad-
Judged the prior inventer. A finel judgment adverse (o & palenice
from ‘'which no eppesl or other review has been or caa be teken or
bad ehall cosstitute cencellstion of the claims involved in the
pa&mt,anduomofsmhcancelhmns!nnbeendonedmeopm
of the patént distributed after such cancellation by the Patent sad
Trademark Office.

() A claim which is the same a9, or for the same or whatantially
memeswbpamma&acm&mmwmmmymbe
made in any spplication unless such a cleim is made prior to one
year from the date on which the patent was granted.

(c) Any sgreement or understanding between pasties to an inter-
mmmmywummmum&uwmw
made in connection with or in contemplation of the termination of
the interference, ehall be in writing and & true copy theveof filed in

¢ e of the . ww tie
.mwmmmmmmwwmm

mmmammmmm n of the

mnawmmwmmwmmw
R '”J"!:ﬁ‘;"«“ﬁ!‘“‘; of

goodmw.thm Mewchmmm

mwayswmwmmm e

¢ ; er from determining mmmb&y of the mvetmm

The Patent snd Tmrk Qffice (PTO) conducts
interference proceedings to determine who as be-
tweentwoormeapphcmtsfotpntemorunem
more applicants and one or more patentees is the first
inventor of a patentable invention. Prior to February
11, 1985, thedewrmmmwasm&debyaﬁoardaf
Patent Interferences. The Patent Law Amendmer
Act of 1984, Public Law 98-622, %m—z@z comm-
bined the Board of Appeals and the Board of Patent
Interferences into a single Board of Patent Appeals
and Interferences (Board) and authorized the Board
to consider priority and patentability in interference
cases.

In view of the discretion given the Board under 33
U.S.C. 135(a), as amended by Pubhc Law 98-662
(“The Board . juestions of pat-
entability . “). thc rules set faﬂh in this chapier
wﬂlapplymaﬂmfermmdec&amimmaﬁeﬂ-
February 11, 1983, except in special circumstances
such as: (1) interferences which are declam‘l as a
result of a motion made in another interference which
was pending before the Board before February 11,
1985, (e.g., an interference declared 2s a result of a
motion uader 37 CFR 1.23] to declare an edditional
interference); (2) an interference related to another in-
terference declared prior to February 11, 1985 (eg.,
an interference involving a method of using a com-
pound where an interference involving the same par-
ties and the compound was declared prior to Febru-
ary 11, 1983); and (3) an interference reinstituted after
having been dissolved under the old rules (37 CFR
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that the riglits of parties in interferences
matmmﬁymmmeovermprwwd‘ez-

interferences is simphﬁed.

The new rules for interferences are set forth hevein
in §§ 1.601 thmmg!n lmmnewnﬂmrephcem-
tirely the previous interference rules (37 CFR 1.201
through 1.288). A “six hundred” number seriés is wsed
for the new rules. The use of ‘a six hundred number
senes%rthenewm!mwﬂlpetm!tmtermdmdxm-
usls'“to  research’ ‘published decisions - (e:g- - F.2d,

USPQ):or cmnputemed legal ; rwearch servm (e.g o5
LEK!S) citiig-the new rules.”

Anmdexofthehwﬂmmofﬁlﬁol-lmmda
tab!emomlatmg 37 {CFR:'§§ 1.201 - through 1.288
(former rulés) 1o - §§ "ﬁm thmugh 1 6% (revmﬂ
mles)nppeers below

uIe C’omimmx Tabl’e

Former Rule

_ Revnsed Rule
l.wl(a)»_- e et s m)m)
1.201(b) L Le;ig)
1.201(0) . . _ . 1.602
1203(a) R < 16037
1.203() 1.605(2)
1.203(c) 1.605()
fmew - 1.604 (2)
1.203(d) 1.604(b)
1.204(a) noae
1.204¢6) 1.608(a)
1.204(c) 1.606(b)
1.205(e) 1.606 ;
1.205(%) 1.607(a), (c)
1.205(c) 1.607(d)
REwW 1.608 (a)
1.206{a) 1.607(b)
1.207(2) 1.609
new 1.610
1.207() 2.611
1.208 1.613(b)
L.211 1.614
1.212 - 1.615
new 1.616
1.228 1.617
oew 1.618
1.215(a) 1.621(e)
1.215(b) 1.621(b)
1.215(c) 1.629(c)
1.216(a) 1.622(a), (®)
1.216{a) (1)-(6) 1.623(2)
1.216(b) 1.623(c), 1.624(c) 1.625(c)
1.216(c) 1.666

Former Rile
1.21%(e)
1.217(b)
1.218
1.219
1.222
1.223
1.22¢
1.228°
1.226
1.227
new
1.231
1.237
1.238
1.242
1.243 -

1.244

1245

1246

1247 o

1257 @) -
12$7(b)
1.258

1259

mew .. .
1262
1263

1.264
BEW
1.265 -
1.266
1.267
1.268

1.271
new
1.272(a)
1.272(b)
1.272(c)
1.273(a)

Bewy
1.273(b)
1.274
1.278
1.276

1.277
1.278
1.279
1.281

1.282

1.283

1.285

1.286
1.287(a)(1)(0), ()
1.287(2)(1)(iii)
1.287(2)(2), (3)

1.287(%)
1.287(c)
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‘Revised Rule

1.624¢a), 1.62%(a)
1.623s)

1.621(a)

1.627

1.628

1.629

1.630

| 1.640(8), (), and 1. 65!(1:)(4)

1612

1631
1632
1633, 1.634

'1.641

1.642

1643 '
1635, 1636. 1631(b) wss

1.671(h)
1671(g)
1.67(a), ()
1.672(d)
1.672(e), (®
1.673(a), (c}, (d).

1.673(e)
1.673()
1674
1.678
1.676

1.677
1.678
1.679
1.645(2)

1.682
1.683
1.688
eliminated
1.673()
1.673(2)
eliminated

1.687(b)
1.687(c)
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Rule Correlation Table~~Continusd
- Former Rule - Revised Rule
L2287 . - 1.673(c)
1.287(d)(2) 1.616
1.287(e) C 1.687(d)

1,288 L 688

2300.02 Qutline of Interference Procedure [R-2]

The following statement appears in a “section-by-
section™ analysis submitted for the Record by Repre-
sentative Kastenmeier during discussion of H.R. 6286
~ (Pub. L. 98-622) on the floor of the House (130 Cong.
Rec. H10528, columns 2 and 3):

.“It.is expected that interferences will become
simpler, more expeditious, and less costly. Under
the bill, all xgsuw ‘of patentability and pnomy
which arise in a0 mterference can be decided in a
single proceedmg..rather than in a series of com-
plicated inter partes and ex parie proceedings.” - - -

Under the revised, mlw, interferences are declded
by the Board. The Board has jurisdiction to determine
(1) priority of invention, (2) patentability of any claim
corresponding to a oount both as to applicants ‘and
patentees, (3) any' wsue of interference-in-fact as to
any count, and (4) say, other issue necessary.to- re-
solve the interference; The rules permit an interfer-
ence to be declared on the basis of a single count de-
fining one patentable’invention in interferences in-
volving patents as, well as applications. The Board
also has junsdnctlon to determine whether counts are
patentably distinet. |

When an mterference is declared, an exammer-m-
chief is assigned to handle the interlocutory stages of
the interference. An ‘éxaminer having full signatory
authority determines when one or more applications
or one or more applications and a patent claim the
same patentable invention. When the examiner makes
such determination, the examiner will forward any in-
volved applications. or patents to the Board. The ex-
aminer will designate, at the time the involved: appli-
cations or patents are sent to the Board, the clsims of
any application and patent which correspond to each
count. The examines-in-chief can subsequently 'desig-
nate additional claims to correspond to a count. The
examiner-in-chief assigned to handle the interference
will issue a notice to the parties declaring the interfer-
ence.

The object of the interference will be to resolve all
controverssies as to all interfering subject matter de-
fined by one or more counts. A final decision in the
interference will determine who, if anyoune, is entitled
to claims which corréspond to a count. Any decision
adverse to an applicant by the Board will constitute a
final refusal by the PTO to that applicant of the
claims involved. Any decision adverse to & patentee
constitutes cancellation from the patent of the claims
involved.

tory of the mwfewuoe and wm be aece
oomlfmthwml?wummemmm-
fmmmmmwmtdmmmm
setting of schedules. The rules also permit the examin-
er-in-chief 10 bold hearings in the PT'O or by confer-
ence;telephone call in order to expedite or settle inter-
locutory. issues. in.interferences. Any . heasing. can be
transcribed-by @ court: reporter under-sy
as an examiner-in-chief or:.the Board: dm uppmpn
ate. The examiner-in-chief; where ap
available by-phone to yuleson the
dence in the.event: pasties eacounter unusus) problems
during the tsking of depositions.  The: examines-in-
chief will slso be available to rule on requests for pro-
duction of documents which . lake place during cross-
examination. Oral orders given by phone will be fol-
lowed by, written orders.

At the timaé en interference is declared ‘the ‘examin-
er-in-chief will set: o' :time for filing preliminary: mo-
tions. The preliminary motions can include:

(1) A motion for judgment on the ground that a
claim corresponding to the count is not patentable to
an opponent under 35 U. S.C. §8§ 102, 103, 112, or any
other provision of law.. |

(2) A motion for- Judgment on the ground that
there is no interference-in-fact between the claims of
the opponents in the interference.

(3) A motion to-add or to substitute new counts,
to amend a claim corresponding to a count, to desig-
nate an application or patent claim to correspond to a
count, to designate an application or patent cleim as
not corresponding to a count, or to require an appli-

cant to present a claim to be designated to correspond
to a count.

(4) A motion to substutu&e another application for
the application invoived in the interference or to add
an application for reissue to the interference. _

(5) A motion to declare another interference.

(6) A motion to be accorded the benefit of an
earlier application or to attack the benefit of an earlier
application which has been accorded to an opponent.

Other motions are permitted as necessary, such as a
motion to amend the count and/or & claim corre-
sponding to the count in response to a preliminary
motion for judgment.

Oppositions to motions are permitted if filed within
a time set by the examiner-in-chief. Replies are also
authorized. Papers which are not authorized by the
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mwmmw:fmw
bv mzam The. ummmw may grast &
motion, deny a motion, defer consideration om the
megits of & motion to final hearing, or, take such other
mmthre@wmnmmmmyhcw
atqe&,dammemxrelyﬁj )
Atthet:mprehmxmrymotwmaredemded,the
preliminary statements will be_opened. If a decision
' ,Of an xnspectxon of the sﬁreﬁmmary state-
, by

proceedings. If adv .
final agédcy actmn If favorable, the int

proceed before the examiner-in-chief. SSEA
I preliminary 'motions are’decided aird —

ng Jﬁﬂgmém does not résult; a'périod may ‘be set” fﬁr
the parties to file motions for additioial ‘dig
ThE scope of the- addihonal"dlscoilery Wou!d be the
séme as under’ currentpmcnce ELEER

‘Whenid time' pefiod is set: fot*ﬁlmg dmeovery mo-
tions, or after discovery has closed, the examines-in-
chief will sét a'period for taking testimony.: Any party
wxshmgtotakethetestimony ofaw:messmeleaw
have the testimony . of the, witness. taken by, de
or presented by affidavit. A" transcnpt “of an ex parfe
jncanbemédasanafﬁdavnt “If ani affidavit is
ptesemed the opposing ‘plrty ‘iiay theiicross-Examine
‘on-oral’ deposmon ARy rédirect Will takephceatthe
deposition. The' party calling’ the” witness ‘is ‘responsi-
ble for securing a couit répoiter and’ filing the tran-
script and record assoctated with cross-examination of
its witness. -

In the event 2 party nwds testlmony from a tlurd-
‘party who 'will not ‘appear usiless a subpoem is issued,
mcindmg a hostile ‘witness, direct and cross-examina-
tion' testimony may be taken on' oral deposmon. The
rules’ ptovnde that prior authorization of a examiner-
in-chief is required béfore a party can take testimony
by issuance of a subpoena under 35 U.S.C. § 24. The
revised rule’ thus -adopts’ the: policy 'of Sheehan v.
‘Dople; 513 F:2d 895,898, 185 USPQ-489, 492 (Ist
Cir.), cert. ‘denied, 423 'U.S: 874 :(1975); and Sheehan v.
Doyle; 529 F.2d 38, 40, 188 USPQ 545,546 (ist Cir.),
cert. denied, 429 U.S. 870 (1976), rehearing denied, 429
U.S. 987 (1976), and rejects the policy -announced in
Brown v. Braddick, 595 F.2d 961, 967, 203 USPQ 95,
101-102 (5th Cir. 1979). Testimony obtained in other
proceedings, e.g., another interference or an infringe-
ment action, may be used if otherwise admissible.

Under the rules, the Federal Rules of Evidence are
made applicable to interferences, except for those por-
tions which relate to criminal actions, juries, and

m nmmmmw

@’Rule 404(&) (ﬁ) and Xu? B

~ (7) The word “charge” Rule 403(b).

(8) The langusge orcnmmal”mdpmvm(‘u’)m
Rule 410. '

9 Rule 412.

(10) Rule 606.

(11) The language "whemer by an mmd" and
“other” in the last sentence of Rule 607.

(12) The provisions of the first sentence of Rule
611(c) relating to leading questions on direct examina-
tion do not epply to statements made in an affidavit
authorized to be filed under the rules. - .

(13) The language “Except @s otherwme Med
mcnmmalprowedmgsbysecmsmofmle 18,
United..States Code” and . “‘except..that in criminal
cases ‘when the prosecution elects not to comply, the
order shall be one striking the testimony or, if the
court in its discretion determines that the interests of
justice 80 require, declarmg -3 mistrial” in. Rule 612. -

(14) Rule 614. . : ,

() Rule706. = =

(16) The Hanguage excluding, however, in crimi-
nal "cases . matters observed . by police  officers and
other law enforcement personnel” and “and agamst
the Government in criminal casés™ in Rule 803(8).

(17) The language “but not including, whesn of-
fered by the Government in a criminal prosecution
for purposes other than impeachment, judgments
agginst persons other than the second" in Rule
803(22).

(18) The language “prosecution for homicide or
in a” in Rule 804(b}2). .

(19) The language “A statement tendmg to
expose the declarent to criminal lisbility and offered
to exculpate the accused is not admissible unless cor-
roborating circumstances clearly indicate the trust-
worthiness of the statement” in Rule 804(b)(3).

(20) Rule 1101 (a), (b), (@)3), and (e).

The examinee-in-chief will set a period:for filing the
record and briefs. Oral hearings normally will be held
before a panel consisting of the examiner-in-chief as-
sngned to the interference and two other examiners-in-

chief. The ‘panel will render a final decision in the in-

terference. Requests for reconsideration are permitted.

In rendering its decision, the Board will consider
only that evidence which can be made available to
the public under § 1.11(a). Acoordmgly, the Board
will not consider evidence which is submitted under a
protective order issued by a court if release of that
evidence under § 1.11(a) would be inconsistent with

the terms of the court’s order.
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Us. Comoprpem Is for the Federal ¢
appmpm@e U.8. dwmctmn Any

Except as noted abovc, tﬁeﬂtﬂmgd ‘mm* Fadned
et m'”'mmmwmﬁm”

11, 1985, coutmuetobegoemeﬂhy . prior, rules
(37 CFR §§ 1.201-1.288 (July 1, 1984)) and will be de-
cndedbypersonneloftheBomﬂofPatentAppeds
and Interferences. Actions prewow_v takén by a
patent interference examiner or examiners of mtcrfer—
ences will be taken by an exammerom-chlef

. An antxc:pated tume schedule for a two-party inter-
ference’ follows~ o

(L631); ek Umiss for fling mo
ﬁmﬁt%w«y(l.ﬂ'l(c)mdm« Ll e
moaﬁlﬁil(a)). N
'Fl ”()'lm)ffdiwcvexy (8635, . lmm :
) €] .
Filisg of opposition to motion for dis- % moath U ¢ 7 @i
covery {1.638(a)}. ST
Fﬂmgreply:oopposmontomoucnfor %mmh .
Decision. oa motion, for discovery . ..'..... Hmonth 8
'l'ime fmr compﬁmcethh mydwov %mth

2(3"&, -t;sumoay : (cuc-m-clmf

167
2 momths - -
Semor puty crous-eummwon of lwh _ 12 months
Scmt -party testimon y_(cate- Mluef ..
nndcuc-wrebnﬂhl. 1672(b)~ ’ :
4 T et iAORY wicins 1% moaths 13% months
Jenior pesty crosg-examination of [ momth 14% months
sffizats if needed S
Jmnfmnymy(mmrebnml)
16 months
1645 months
18 months
19 moaths
20 months
0% months
21% monts
23% months

230101  Preliminaries to sn Interference [R-2]

An interference is often an expenswe ‘gnd time-con-
summg proceeding. Yet, it is mecessary {0 determine
priority when two applicanits, or ‘an’ applicant and a
patentee, are claiming the same ‘patenitable subject
matter and their filing dates are close together: that
there is a reasonable possibility that the first to file is
not the first inventor. The fact that en application is a
reissue ‘application does not preclude it from being in-
volved in an interference.

The greatest care must therefore be exercised both
in the search for interfering applications and in deter-
mining whether an interference should be declared.

mumbemfaﬁycuw&mmtmmmmwm

avoided.” ,

“ln determining whether asi intefference i

sary, & claim should be given the brcadest interpret

mwmhhrmywmmmt&mmmmmd

the following genéral priniciples:
(a)mmmmmmnshoummbemmmd
(b)Exprwhmltauommtheclmmshouldmtbe

1@ored nor should lumlatwns bewwdtbmn

(e) Smce an, mtcrference,btheen mhavmg a
oommanasmgneensnotnormallymsmuted,aﬂcm
mmtbesubmnttedtotheAsmgnmentDwmmfora
utlerepon.

o8 Ifdoubtsexmtastowhetherthcremmnmter—
femnee anmteffmncesmmdnotbedeckred.

230101(3) M"Mmt Gmm"{RfZ]
An- mterference between applications amgned to

'dnﬂ'erent .groups. is declared. by the group where the

controlling interfering claim would be classified. Ap-
propriste transfer. of one of the. applications is made.
After termination .of the interference, further transfer

mybemwarydependmguponﬂmmmom
2301.0i(b) The Interference Search [R—2]

The search for. mterfenng apphcahom must not be
limited to the class. or subclass in which the applica-
tion is classified, but must be extended to all classes,
mmoutoftheemmmmggmup, ‘which it has been
necessary 1o search in the examination of“ the apphca-
tion. See § 1302.08.

Moseover, the pmsxbalnty of t.he emstence of inter-
fcnng apphcam should be kept in- mind thxoughout
the prosecution. Where the examiner st any time finds
that two or-more applications are claiming the same

- invesntion and the examiner does not deem it expedi-

ent to institute interference proceedings at that time,
the examiner should make a record of the possible in-
terference as on the face of the file wrapper in the
space reserved for class and subclass designation.
Such notations, however, if made on the file wrapper
or drawings, must not be such as to give any hint to
the applicants, who may inspect their own applica-
tions at any time, of the date or identity of a sup-
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-m-ch:efmy, hawever,beoonw!tedforadee
Thegroupdchtorshouldbeconmhedd’ﬁmbe-

tieved ‘that the circumstances justify an imterference

betweenapp!mmmherofwhnchmrudyforal-
lowance

37cm1w13w¢afmla.deﬁalm mmgwmm
pmcedurempcwntmufermmthermMTndewk
Office. mmmummmmm speedy,
and indxpemsive determinetion of évély intesferénce;:For the Gpan-
mgufwrmmtheFMkukova:dmeeumMmm&r
m,m}lﬁ?!(c). Uhaleis ‘otherwine clear frofs feom,me
foﬂmng gy tor this vabpart: S
). mmwtmmwﬂwsmuym
eititiud weder § 1.607 i addition to discovery wwmm;nnym
umwunmmwmmsmma)mm
(b)“Alﬁdaﬁf’medee.hmﬁoﬁmdw{l&«m
mmmuu&cwmAwdmam
sy be wind e aw’alfidevit.”
(c)WW&MthAMMIMa—
ences.”
(d)"m&mchwf’mﬂmmruonofamy'smmm
mhmﬁeburdadmfarw&dmmevﬁem .
-tebutial” mewns pomonofapany’smewhere
3 ) totheme-m—chd‘dm-

plﬂyl )
(Y A Yoount™ defines mwfenng th matter baween(l)
moormeappbmomwa)meormmappkcmmdm
ornmrepatenm.»Whenthﬂensmmethmoneoount.Mwum
ghall define . patentsble invention. Auny claim of s spphi-
ummmmtwhwhmmdstoammtmacmm
in the interference wnbm memennmgofi’as USC. §13%a). A
cloim of 8 patent of which is identical to 2 coumt is said
to"‘conenpondemﬁy"mtheeount.Aclmmofapammwh
cation which i not ideatical to & count, but which defines the sume
pateutablemvenﬁonuthecomt,mmdto “correspond substantisl-
Iy™ to the count; Whes 8- coumt is broader in scope then ol claims
whwhconmmdmmeemm.thzwmtma“pmmm”A

«count is mot peteatable to sny party.
m)m“effectweﬁlmgdue"ofmapphcammaMmthe
ﬁhngdnteofmwhernpphutwnwcordedtotheappwmnm
petent under 35 U.S.C. g6 119, 120 or36s.

(&) In the case of @ “filing date™ means the filing
date sdsigned (o the .. In the case of & patemt, “filing
m"mmmmmmwmmmwmm
as the patent.

@) An “interference” is 8 proceeding instituted in the Patent snd
Trademark Office before the Board to determine any questioa of
petentability and priority of invention between two of more parlies
dummeummwbkmvmmAnmmfmmybede-
chmdbetweentwoormmepcndmgappkcammmzdﬂamt
inventors when, in the opinion of an examiner, the applications con-
tain cleims for the same patentable inveation. An interference may
bedecmedbetweenonemmpmﬁmsamhcmmdmm
more unexpired petents paming different inventors whea, ia the
opmmofmenmm«.wyaw&mmnmdmyunemex
cootain claims for the same pateatable invention.

G) An “nterference-in-fact™ exists when &t lesst one claim of &
paﬂywhnchcouespondstoacomtmdulwumclmdm

(I)AWEU)MW@WMMMM%
mfexm s {2) a legal fepres ’veonmmgmeofmum
j boe i ence. Where acts of @ party
mmymmw“wwmwt.“m"mybe
memnmeywa@em An “inventos™ is the indi-
vidue! nemmed a5 inventor in an involved in am interfer-
mm&%mmdmhmhnpmwvedmn
interference.

(m)A“mpmy umepmywnhemmeueffeenveﬁm
date as to off counts of, if there i3 no party with the earliest effec-
nveﬁ!mgdasemwanmm.mcpmywnmmewmﬁﬁng
date. A “Jemior perty™ i3 any other party.

(&) Inventioa “A" is the “same patentable mvenmn"nsanmvem-
m“E”mevmm"A”wﬂwameas@SUSC51&)@’1&
(3SU.SC QlM)mvwwofmmm“B”mingmvew

Under § l 601 the ru]es shall be constmed to
secure the just,: spegdy, and inexpensive: detemmatmn
of . interferences. Section 1.601 defines various: terms
usedeWEofthe RulesofPracncemclmdmg

“additionsl . discovery,” . “affidavit,” “case-in-chief;”
“case-m»rebmtd » “count,” “effective filing date,”
“filing - date,” “mtetference,”, ., “interference-in-fact,”
“Junmf party 9’ ‘ﬁ]m” atmmey’ Gipany 9’ “Phantﬁm
count,” “same patentable invention,” “separate patent-
able invention,” “senior party,” “sworn,” and “United
States.” “Affidavits” include declarations under . 35
USC. §25 amd 37 CFR § 1.68 as well as statutory
declargtions under 28 U.8.C.: §1746. The definition
“United States” is the same as the definition of Umted
States in 35 U.S.C. § 100(c).

. The definition of “interference” penmts an mterfer-
ence between ome or more applications and one .or
more patents. Thus, the revised rules:follow. the
policy of Wilson v. Yakel, 1876 C.D. 245 (Comm™.
Pat. 1876) and, to the extent inconsistent therewith,
do not follow the policy announced in Touval v. New-
combe, . 194 USPQ 509 (Comm’r. Pat. 1976). Howev-
er, in view of the statutory. requirement for the pres-
ence of at lesst one application in an interference, if
an-applicant were to, concede priority or otherwise be
terminated from an interference imvolving only one
application and more than one patent, the interference
would have to be terminated for lack of subject
matter jurisdiction unless one or more of the patentees
filed an for reissue which could be added
to the interference under § 1.633(h).

A “count” defines interfering subject matter. An in-
terference may have two counts only if the second
count defines a “separate patentable invention” from
the first count. The reason the second count must
define 2 separate patentable invention is to permit the
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A hvmiou (A) is & wpante patumbm mwﬁm
wﬁh respect to invention (B) when uwmm {A)
" s pew (35 UBC 5’1023 afid ' non-6b (33
. US.C.'$103) in, view of invention (B) sssuming
menn? (B)mpnorartwntb twpecttomvm-
- tioa (A

Invohed in an Interfemw [R-Z]

37 CFR 1.602 Interess in applmm and patents involved in an
W(z)ﬂnlmgoodcammdnwn.mmmfmm
sot be declgred or continued between {1} applications owned by a
mﬁamyor@)apphmﬂonsmdmunexpuedpatemowmdbya

(b) Themmee, within 20‘days aﬂct m mterferencc s declared,
shiall netify thenoa:d,ofan  and ali nght. title and interest in any
apphm or patent in lvedi'ot relied upon in
title, ;

S H

Semm 1602(a) conunues

m:e (37 CFR § 1. 201(c)) 91' not @eclarmg or cmmnuo

uonsowmdby the sameparty or’(2)'an application
mdap@entown@dby amg!epartyunlewmod
cause is shown. A’ corporation 'and its wholly-owned
widisry are considered’ g “smgle party“ ‘oithiin: tlie
miggning -of * § 1.602(a). - Under* ‘ptior’: rules; when -a
petént and an application involved: in an-interference
bectime commonly owned, ‘the interferénce was not

“dissolved.” Rather, the PTO' required that the inter-
ferenice ‘be terminated with' a Judgment Chillas .
Weisberg, 1928 C.D. 24 (Comm’r. Pat. 1928);- Malone
v. Totk, 202 USPQ 397 (Comm’r.: Pat. '1978); and
Morehouse v. Armbruster, 209 USPQ 514 (Comm’r.
Pat: 1980). Under the revised rules, all interferences,
inclading - those involving only- applxcatxons, will be
terminated ‘with' a’ judgment. As noted in Chillas v.
Weisherg, sipra at 25 “the common owner can allow a
judgment against the junior party to be rendered by
defeuli or it can file a concession of priority from one
party to the other.™ Paragmphs (b) and (c) of § 1.602
continue the previous ' PTO practice (37 CFR
§ 1.201(c)) of requiring a party to notify the PTO of
any gesl party in interest not apparent on the face of
the notice declarmg the interference (see § 1.611) or
of any clmngc in the real party in interest after the in-
terference is declared. The PTO needs to know the
identity of any real party in interest to properly en-
force § 1.602(a) and to ensble an examiner-in-chief to
determine whether refusal is necessary or appropriate.
A new requuemem in paragraph (b) and (c), of
$1.602, not present in 37 CFR § 1.201(c), is a 20-day
time period for advising the PTO of the identity of,
or any change in, the real party in interest.

rejecnonmaetfmthmﬁamm

1L Whaemmterferencewuhathndwtym
found to . exist; the - commonly-owned . application
havmg the earliest effective filing date will be pheed
in intereference with the third party. The oommon 28-
signee may move during the iites e under 37
CFR- 1.633(d) to: subatitute -the othcr commonly-
owued app!muon, if‘desxmd '

1603 WMW@WWWWM
ferem Befm-meamemdecMMmMmmap-
plications,: the. exsusiner must be.of the opinios thet. these s ieter-
fering subject. matten. claimed :in the epplications which i patentable
to each spplicast; subject t0: 8 Judgment in the inlerference. The
interfesing sulject matter ehall. be . defined by one ot gore counts.
Eech count:shell define & eeparete patenssble invention. Bach appli-
cation must coitain, or be ameaded. to. contain, at least one. cleim
which comresponds; 1o eschi:count. AR cleims.in - the -applications
whchdeﬁnethzmpﬂenublemvenmmamtmnbede&-

ignated: to comrespond to' thc cougt. -

Where two ‘or more: appheatmm gre found to be
clmmmg the same patentable invention they may be
put in interference, dependent on the status of the re-
spective applications.and- the difference between their
filing dates: Oneoftheapphcmomshw!dbemcm
ditions for allowance. Unusual circumstances may jus-
tify an exception to this if the approval of the groap
director is obtained.

Interferences will not be: declared between pendmg
applications if there is a difference of more than 3
months in the effective ﬁlmg dates’ of the oldest and
next oldest applications, in the case of inventions of a
snmplechamcter -or -a difference of -more: than 6
months in the effective filing dates of the applications
in other cases, except in excaptxon situations, a5 deter-
mined and approved by the. group ‘director. One such
exceptional situation would be where one application
has the earliest effective’filing date based on foreign
‘priority and the other application has the earliest ef-
fective- Uanited States filing date. If an mterfereuce is
declared, all applications. having the same mterfemxg
subject matter should be included.

Before taking any steps looking to the formamn of
an interference, it is essential that the examiner make
certain that each of the prospective parties is claiming
the same patentable invention (as defined in 37 CFR
1.601(n)) and that at least one claim of each party cor-
responds to each count of the interference and is
clearly readable upon the disclosure of that patty and
allowable in its application.
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one. spp llcation is dimclmed and claimed in another
application, but the ‘claims therein to such subject
matter are either nonelected or subject to election, the
questwn of interference should be considered. The re-
quirement 'of 37 CFR 1.601() that the conflicting ap-
plications shall contain claims for the same patentable
invention should be interpreted as medning-generally
that the conflicting claimed subject -matter - is sufli-
cieatly supported in each application aml is patentable
to each applicant over the pnor art. The' stamtofy Te-
quirement of first inventorship is of transcender
portance and every effort should be made to avomd
thc:mpmvulentmmmeofapamtwmmaeman
adverse claimant.

Followmg m:e nllum’auve muatwm where the €X-

made, examiner discovers another case havmg al—
lowed claims to invention I

"The' situation is not altered by the fact that a re-
quirement for restriction had actually been-made but
had not been responded to. Nor is the situation mate-
rially. different if an election of noninterfering subject
matter had been-made without traverse but no action
gwen oti the merits of the elected invention. -

“B. Application filed with' claims to divisible in-
ventions I and II and in response to a requirement for
restriction, applicant traverses the same and elects in-
ventionI: Examiner gives an action on the merits of I
Examiner subsequently finds an application to another
contammg allowed claims to invention. Il and which
is ready for issue.

The situation is not altered by the fact that the elec-
tion is made without traverse and the nomelected
claims possibly cancelled.

C. Applxcatlon filed wnth generic claims and
claimed species a, b, ¢, d, and e. Generic claims re-
jected and election of a single specm required. Appli-
cant elects species a, but comntinues to urge allowabil-
ity of generic claims. Examiner finds another applica-
tion claiming species b which is ready for issue.

The allowabnlny of generic claims in the first case
is not a condition precédent to setting up interference.

- D Applncatxon filed with generic claims and
claims to five species and other species disclosed but
not specifically claimed. Examiner finds another appli-
cation the disclosure and claims of which are restrict-

for issue, the matter should be dmuswdmth tlle
gmupd:rectortodetemnetheacﬁontobetakm

(b)Whamnpplnmtpmmsaclﬂm
definie the’ same ble invention claimed & 3’ peading applica-
tioa of enother, the spplicent shall identify thet pending spplicatics,
mmmeMummmmwaWnbymeu-
aminer, ThexmwshcﬂmfytﬁeCommmnerofmymm
whete i 2pPPEATs an applmnt ma) Mve i'mled to comply wnh tlne

_ pmvamdl'thmpamgmph

§230[§ l];xaminer Summ mm t@ Awhemt
=d) . Lot

37 CFR'1. 605 Sugpestion” of claim 1o app!umm by examiner. (a)
The enaminer may suggest that an applicant: preseat @ claim in an
spplication for the purpoee of am interference with another: applice-
tion or a patent. The applicant to whom the claim is suggested shall
amendtheappllcmonbypmeﬂungthesumestedchmmmmn
umeapeclﬁedbythemmmer,notlmthmmmmth ‘Fallure or
refusel of an’ applicant to tidely preseat the siggested claim’ hall
be teken without further uction 83 e disclaimer by the applicant of
the invention defined by the sugpested olsim. At the time the sug-
mchmupmwd.Mamhcmtmyalw(l)callmeem
iner's attention to other claims elréady in the application or which
are presented with the suggested claim and (2) explin why the
merclmmwouldbemoreapptopmwbemclwedmmymm-
ference which may be declared. -

(b)mwggumofachmbymcemmfmthepmpmof
nnmtcrfewneewxllnotataythcpemdformpmtoanyom—
standing Office action. When a suggested claim is timely presented,
expamprmeedmgsmtheapphm&mwﬁlbesmyedpendmgade-
termination of whether an interference will be declared.

Although the sub_yect of suggesting claims is tregted
in detail at this point in the discussion of a prospec-
tive interference between applxcatmns, essemually the
same practice here outlined is also applicable to a pro-
spective interference with a patent.

If the applications contain claims covermg the
entire interfering subject matter the examiner pro-
ceeds under 37 CFR 1.609 to form the iriterference;
otherwise, proper claims must be suggested to some

‘or all of the parties.
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er’sauenﬁontoothcrclmmsa!mdymtheappﬁu-
tion or which are presented with the copied claim’'and
(2) explain why the other claims would be' more ap-
propriate to be mcluded in any mterference whnch
may be declared.

Tt should be noted at thxs pmnt that lf an apphea.nt
presents a claim which' ¢ ids - exactly ‘or' sub-
toa clsim. in another application or :petent

Mthout suggestlon by the exammer, 37.CFR. 1,604(b)

me mxerfmng apphcatnom is ome. of great importance,
and Mm 1o suggest’ such: clm as'will dcﬂ’me clenr
: i Teads |

g,y A

an - applwant, the. examiner. slwntd decide. what. the
count or-counts of the pmspecuve ‘interference ~will
be, keepmg in mind’ that the count must be’ patenwb!e
over the prior art and define the parties’ common ifi-
vention (see §2309 regarding the formulation of
counts). “The: cliim  suggested: to the: apphcam ‘néed
not be identical to the prospective count, butirather
should be the broadest claim within the scope of the
prospective: count .which . the applicant’s  disclosure
will support, and whlch is: mherwxse patentable to the
gpplicant. - =

A response to the examiner’s suggestion of a. claun
is not complete unless it includes an amendgment
adding the exact claim suggested to the application.
Even though the applicant may considerthe suggest-
ed claim unpatentable, too narrow, or otherwise um-
suitable, it must be presented; otherwise, the invéntion
defined by the suggested claim is considered to be dis-
claimed. The applicant must make known any such
objections to the examiner, and may at the same time
present other claims, or call the examiner’s attention
to other claims already in the application, and explam
why those claims would be more appropnately in-
cluded in the interference.

If, in copying a suggested clmm, an error is intro-
duced by the applicant, the examiner should correct
the applicant’s claim to correspond to the suggested
claim.

Notification of the fact that the parties have the
same attorney should be given to both parties at the
time claims are suggested event though claims are
suggested to only one party. See also § 2313.01. Nota-
tion of the persons to whom this letter is mailed

should be made on all copies.

cants
Fm Parmm nwo

3 'B' W" b
mybeprmdmdﬂS‘lCFRl&S(a)

APPLICANT ‘SHOULD MAKE' THB‘ GGMD ‘CLAIM
WITHIN ONE MONTH FROM ' THE''DATE- OF . THIS
LETTER. FAILURE TO DO SO WILL BE CONSIDERED A
DISCLAIMER . OF .. THE SUBJECT MATTER. OF. THIS
CLAIM UNDER THE PROV!SIONS OF 37.CFR 1.605(s). THE
PROVISIONS OF kY CFR l l36(a) DO NOT APPLY TO THIS
TIME'PERIOD. ~ -

Clmm [2] considered uﬂpatemable over thc above suggeated clmm

ik 5 lnbmm!menthemggawdchm" ‘ e

3 Inmkﬂ&hﬂaﬂchmmdmsmme@phumw
cowderedmbepwmnblydmunctfmmﬂhcmssemdchm

3. On]yonechmslwuldbemggestedmlwclmmmaup-
_ arate pstentsbly distinct invention are. present. 37 CFR 1.60i(m).
“To suggestmaddmoml clmmtoaseparatedmhmt mvemmm,
form paragraph 11.05 should follow this paragraph.
4. If the Office sction addressés other jsvsss; such 8 ¢ rejoc-
uonofﬂhexdmmgraphll%shoubjbemclu&dnthe

Formz Paragragh 11.08 ol
SUGGESTION OF ADDH'IONAL CLAIM FOR A DHS"HNCT
INVEN‘!‘ION

The followmg cleim is considered allowable and directed to a sepa
rate patentablc invention from the claim suggested above:

[

The additionally suggested claim must be copied exactly, sithough
other claims may be proposed under 37 CFR 1.605(s).
APPLICANT MUST ALSO MAKE THIS ADDITIONALLY
SUGGESTED CLAIM WITHIN ONE MONTH FROM THE
DATE OF THIS LETTER. FAILURE TO DO S0 WILL BE
CONSIDERED A DISCLAIMER OF THE SUBJECT OF THIS
CLAIM UNDER THE PROVISIONS OF 37 CFR 1.605(a). THE
PROVISIONS OF 37 CFR 1. 136(a) DO NOT APPLY TO THIS
TIME PERIOCD.

Claim [2] considered unpstentable over this mddmnaliy suggwted
claim,
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App!icmmwdwrupomdtomemwwmm/nmmﬂ

e suggested cleim is copied for the purpose of ‘em- interforence
within the time Bmit spegified ebove. 37 CFR t.m S

Emm

mmmmm»ammammm
‘where claime are suggested vsing either pecagragh 11046 or 11.08
and where additional isszes (e.g., & rejoction of cther claimm) sre
Mm&em%wﬂluwmmm
copy the suggested claim.

2305.01 Actim To Be Made at’l'ime af&m
ing Claims [R-2]

At the same time that the claims are suggsted an
action is made on each of the applications' that aré up
for: action by the:examiner,  whether they be mew. or
amended cases. In this way possible-miotioas ender 37
CFR 1.633 (c) and (d), may | be forestalled. That is, the
actmnonthenewo:' )casemaybmngtohght
patentable - claims - that .should be: included -as. corre-
sponding to:the coutit of; orasformmgthebamfor
an additional ¢otiit of the' interferénce; and, on the
other hand,. the rejection of unpatentable claims. will
serve to indicate to the opposing parties: the- posmon
of the examiner with respect to such claims.

When an examiner svggests that anm apphcent
present a claim for interference, the examiner should
state ‘which of the ‘claims ‘alfeady  in thc case are,
his. or_her ‘opinion,. unpaten_” ole e 4
gwted .This: statement does not commute a formal;-’re-
Jjection of the claims, but:if the applicant- presents:the
suggested claim ‘but disagrées: with ‘the -examiner’s
statement, the apphcant should so'state on’ the récord,
not later than the time the claim is presented. In re
Bandel, 348 F.2d 563, 146 USPQ 389 (CCPA 1965). If
the applicant does not present the suggested claim by
the: expiration of the period fixed for. its presentation,
the examiner should -then reject those:claims which
‘were previously stated as being unpatentable over the
suggested claim on the basis that the failure to present
constituted a concession that the subject matter of
those claims is the prior invention of another in this
country under 35 U.S.C. 102(g) and thus prior art to
the applicant under § 103. In re Oguie, 517 F.2d 1382,
186 'USPQ 227 (CCPA 1975). If the applicant does
present the suggested claim, when the interference is
declared, the claims stated to be unpatentable over
the suggested claim will be designated as cormspond
ing to the count.

2308.02 ' Time Limit Set for Presenting Suggested
Claims [R=2]

Where claims are suggested for interference, a hm-
ited period determined by the examiner, not less than
one month, is set for reply. See § 710.02(c).

Should any one of the applicants fail to present the
claim or claims suggested within the time specified,

I sag ‘cfaims afe prmte& within the ﬁme
specm for meking the claims, the: apph ‘
imwwmgwmmme pplication.
Even if claims are suggested in an npplkmma near
the end of the period for respome running against.
case, and: the time limit for presenting. the claims ex-
tends beyond the end of the period, such claims will
be sdmitted. if filed within the time limit even. though
outside the period for response.to the rejection, (usual-
lya threc_mmlﬂn shorteﬂed statutory. penod)and P

e supgetied claimkmnotthus“pmwd within the
specified-timie, the case ' becomes: sbandoned in ithe-ab-
smceofarmpomvemeﬂmenﬁﬁ!edmﬁhm:he

to whrch:cianms may be presemed in’ a casein issue,
the examiner may write a letler™ suggestmg ‘such
clasims to the applicant whose case is in issue, stating
that if such claims be presented within‘a certain speci-
fied time the case will be withdrawn: from issue, the
amendment entered and the imterference declared.
Such letters must be submitted to the group director.
If the wggmted claims are not presented in the appli-
cation in issue, it may be necessary to withdraw it
from rssue for the purpose of rejectmg other claims
present the suggested claims.” ™

When the examiner suggests one or more dmms for
the purpose of interference with a case in issue 10 an
applicant whose case is pending before him or her,
the case in issue will not be withdeawn for. the pur-
pose of interference unless the suggested claims shall
be presented in the pendmg application within the
time specified by the examiner. The letter suggesting
claims should be submimd to the group director for
approval.

In either of the above cases the Publishing Division
should be notified when the claims are suggested, so
that in case the issue fee is paid during the time in
which the suggested cleims may be presented, proper
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pires. Mavowsmymmdmwﬁm-
mm xmgmmmimmmmgmm-
exammermaypencﬂinthcbﬂmkspwehbe%“mw
M”inthelowernghthndemwoﬂheﬁkwmp-
per the initialled request; “Defer for interference.”
Themmfeewnotnmhcdtowehmnpplmmn
mﬂthcfoﬂowmgpmcedmnmtmdm RO
thnnouﬁedthatthemmfeehabeenrewvw,
meemﬁnershallprepueammo&uth?mb&mhng
Division 'requesting ' that issse of the’ patent be de-
ferred for a period of three months due to a possible
erence. This allows 2 penod of two months o

twm almady mvolved m mm'fetmce, to,fom mmhex
iriterference, the primary examiner borrows the:last
naied ‘applications: from: the :Service ‘Branch of the
Board: of Patent Appeals and ;nterferenc&s In.case

in charge of the'mterfierence ‘who w1ll determme the
acmon to- be taken. Alsosee §2342.

Pam Pmmh um ‘ ‘ . .
SUGGESTION OF CLAIMS-APFL!CATION m ISSUE

Thss applncauon lms been thhdmwn fmm isgue for eomdctauon
of a potential mterference based on the claims suggmed i tlns
gction. ]

Em-éwNem.

i lfaconﬂncnngappucamnwmmuc,nshouklbewnh
drawn using paragraphs 10.01 or 10.02 prior to sugswmg claims
for interference.

2. Either paragreph 11.04 or 11.08 must be used m OOﬂjllnc

tion wnth this pamgraph

Form Pgeagraph 11.08
REQUIREMENT TO COPY PATENT CLAIM

The following claim number [1] from U.S. patent no. [2] is suggest-
ed to applicant under 35 U.S.C. 135(a) for the purpose of an inter-
ference:

2]

The suggested claim must be copied exsctly, although other claims
may be proposed under 37 CFR 1.605(a).

SUBIECT MATTER OF THIS CLMM IS THE PRIOR IN-
VENTION OF ANOTHER UNDER 35 US.C. 7 102(g) AND
THUS ALSD PRIOR ART. UNDER 35 U.S.C. 103. In re Qguls,
H%USPQ H?(OC?A 1975) L
mm :
1. In beacket I, mmmﬁmmmwmm
gested claim.
2, lnbmketz,mmacopyol‘thepumeclmm
3. Mymdmmﬁomuwmmtwbewwdfmin-
terference uniess other chims to a separate patentably distingt in-
vention ave claimed in the patent and can be made by the appli-
coamt. . Tomummadduiowchim,paumph llwabmld
follow this paragraph.
4. IftheOfﬁceacnonaddxmmoMmsuchasaujec-
" ‘thon“of other claims, paragraph 1106 shonldbemcluded at the
endoftheOﬁiceacuon

meij . . ) ,
COPYING: Annmmm. PATENT cumw FOR A ms-

e

Cliimi ‘nsmber {1] o US. pateat no. 2] is iggested u L
vsc !35(a)m¢ddmon!ocimm[3]oﬂbepamt,mggeatdabove
‘mem’vmmdﬁned bythw putcnt‘clamsueéomduedsobe

sﬁggwted paleat chnm.’ reproduced below, ‘tnbst’ be: copied'ex-
actly,uhhougho!herclmmsmybepmmedmderncm
1605(3) S o
i [4] .t e
APPLICANT MUST GOPt THE, ADDITIONAL PATENT
CLAIM WITHIN ONE MOK E_R()M THE DATE OF THIS
LETTER. THE EXTENSION 'OF‘TEME PROVIS!ONS OF '37
CFR-1:136(s) DO’ NOT- APPLY TO THIS TIME: PERIOD.
FAILURE TO COPY: THIS ADDITIONAL CLAIM: WILL BE
TAKEN , AS. ‘A CONCESSION:, THAT . THE : SUBJECT
MATTER, OF THIS CLAIM IS. THE PRIOR INVENTION OF
ANOTHER UN'DER 35 u. S C. 102(3) o

EWNM

1."In bracket 1 insert the number of the patent claim that is
- patentably distinict from the élaim specified in pafagraph 11.08.
'3 This: paragraph must follow: pardgraph 11.08 and should

.‘onlybcmedmthosemremstanmwherebmhthepmmtand

the apphcahon claim distinet, interfering mventmns.
Fomwu.ll o

'FAJILURE TO APPLY TERMS OF COPIED CLAIM TO THE

DISCLOSURE

Claim [l] of. t.lus apphcauon lms been copled fmm US. pment [2]
for the pugpose; of an mterference

Applicant: hes. failed to speclﬁcally apply the terms of the cow
claim; to the disclosure of the application, a3 required under 37
CFR 1.607(a}3).

APPLICANT 1IS. REQUIRED TO CORRECT THIS DEFI-
CIENCY WITHIN ONE MONTH FROM THE DATE OF
THIS LETTER. THE EXTENSION OF TIME PROVISIONS
OF 37 CFR 1.136(s) DO NOT APPLY TO THIS TIME
PERIOD.

Form Paragraph 11.18
FOREIGN PRICRITY NOT SUBSTANTIATED
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AR THLEY

Should, spplicent - dasige MMMMUWM
uader 35 U.S.C. ll9pﬁwmdecwmdnmmama
ummammmmmmmmmmmw a7
mmﬁmmmmm ‘

mWaphybemdwhmcmmqup-
xmmmmmmmumm-

cmmrmynmwhmmmdbynmm
‘«'Ma

- Enterfer B‘ .
Pmt[R-Z] OIS B ,
37CFR lmhmmcebmmanmmdamm&
batwesn m{&ﬁé’r‘m:?n:fm:ﬂmpMmen;ﬁmm
[
dmmmgthatﬁereumwﬁmusst%jectmchmedinthcup-
plication dnd the patent’ which is patemble to the applicant subject
to"d judpment in the interférence! "The interfering subjéct malter
wilh: be' defined by one oz more dounis. Fach count shall define 2
sepesaie patentsble invention, Any gpplication;must contain,. of be
amended 1o comam, at least one claim’ wluch wrrasponds to each
€ount. All ‘clgifms in the apphcauon and patent which ‘define ‘the
mmemmbkmenﬂmmammsmudmmaudtom
spond to the count. At the time an interference!is taitially: declased
(§ 1.611), a count shall not be narrower in scope than any. patent
elaini whith detrespods 101k covi myaﬂym o T
will be presumed, subject to a motion gnder.§ 1633(), not fo con-
tam separate panentable inventions. '

‘An'inferférence nidy be debiared’ between dn ‘appli-
cation and; a.patent.if the.application: and patent are
claiming the:same: patentable invention, and .at-least
ope:of the applicant’s claims.to. that igvention are pat-
entable to: the applicant.. Since: .at least one of the: ap-
plicant’s claims. must be patcntable, an interference be-
tween an; apphcatnou and.a: patent cammt be declared
if: -

1 The patent w a statutory bar agmnst the apph-
;muonmder 35U8C. 1020):- . .

2. The. apphcant’s claims are. not myported by
the .application, disclosnre, or otherwise do. mot
camp]ythh:’as uUSsC 112,

_3. The applicant’ was not clmmmg the same or
substantmlly the .same invention as claimed in the
patent within one, year after the date. on wluch the
patent was msued (3‘ USsSC. 135(b)),

4. The patent. is a referénce against the applica-
tion under 35 U.S.C. !02(e), unless the applicant has
ﬁled a showing under 37 CFR 1.608. See § 2307, con-
cerning the rejection of claims in an applncatxon
which correspond to claims ofa patent.

Since the claims of a patent may not be altered
(escept by reissue or reexamination), -the applicmt
must claim the same patesitable invention as is claimed
in one or mote claims of a patent in'6rder to provoke
an interference with the patent.’ The fact that the
patent may disclose ‘subject matter claimed by the ap-
plicant is'not a basis for interference xf the patent does
not claim that subject matter. -

The practice followed prior to the adoption of 37
CFR 1.606, wherein each patent claim formed the
basis for & separate count of the interference, no
longer applies. Under present practice, the counts of
the interference are formulated in esﬁenmliy the same
manner regacdless of whether a patent is involved. As
stated in 37 CFR 1.606, each count “shall define a
separate patentable invention.” Therefore, instead of

m Wﬁh ﬂ! t!w M Qﬁ

“An interference betweea en apphcmm md "
pmmtmyamemomofthefoleaw. o
1. During examination of -an- application, the ex-
aminer may, determine that the application comtains
one or more allowable claims which are drawn to the
samemvenumasclmmedmammt In that event,
meexminermaypmceedtommmthemterfermce
1+ §2308

cant 2 'whic me' hcant ul prwen t7"
able" chxms‘ In” that évent, the ekammer may

s pi
that the apphcat:on c]mm or ‘claims miust’ necossaril

be /ideirtical 0! the: correspondidg claim ‘or: claisis’ of
the patent. All that is requnred under- present practice
is that a claim of the application be drawn to the same
patentable invention: as.a claim of the petent. An ap-
phmtwnc!mmxscomxderedtobedmwntothemme
atentable invention as s patent claim if it recites sub-
ject mtter whlch is the same as (35 U.S.C. 102), or
cbvious in: view ‘of (35 U.S.C. 103), the subject matter
recited in the patent claim. 37 CFR 1.601(n). The test
is analogotis' to’ that- applied for double patenting, i.e.,
if the apphcant‘s claim would hiave been subject toea
double ps,temmg rejection of the “same invention” or
“obvicusness’ (m & 804) if the patent and appli-
cation were by me same inventive entity, then the ap-
plication and patent ¢claim are dirécted to the same in-
venmlnallcamtheemmershmﬂdkeepmmmd
the fandamental’ principle that the issuance of two

'pamm f vmmom ‘which ere either identical to or

not patentably distinct from each other must be avoid-
ed. Aelony v. Arni, 547 F.2d 566, 192 USPQ 486
(CCPA 1977). :

37 CFR 1.601(j) includes the possibility that en in-
terference may include more than ome unexpired
patent. The PTO does not have jurisdiction to deter-
mine interferences involving only patents, since 35
U.S.C. 291 grants that jurisdiction to the courts.
However, if the examiner discovers two or more pat-
ents which are clsiming the same invention as an ap-
plication, an interference may be instituted between
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m - mterfmme with u:batent’%*mmM
W ‘be Hastertained - before any - uleps Hare’ taken
whether thefe is* commion ‘ownership. N&ﬂe IW.@S«.
A 6ide véport must!bepleced it bsth: the applicution
and the: ‘patetited-file when' the i for ‘b inmfm'
ence between an' appmﬁm and 'd patent are’ forwaed-
ed. To this end the examiner, before initinting ‘en in-
terference involving ‘a patent, should refer both the
application: and: the | patented file: to the Awgnment
Dwmnfornmauonaswowmhnp

When an applmantiseeks to provoke. an mterference
wnh & patent classified in another group, the proprie-
ty of declaring the interference is decided by, and. the

37 CFR 1:607 Request by applm o terfmnce patent. (&
Am applicdnt'disy seek 10 have do interference declared between an
-spplication and -ap:unexpired; patent: by (1), presenting a.pro
count and. 8 claim, corresponding o the. ptopmd count and. nf:my
claim of the patent or application does 1 ' ‘
the proposed count,’ explanmng why an mterference should’ be- de-
lared, (2) identifying the'patent dnd indicating’ whith 'clainis ‘ibe
spplication and which ¢lim of clatms of the patent correspond 1o
the proposed . count, and: (3)- applying the terms .of .the application
claim cotrﬁpondmg to the count to thc duclosure of the applnca
tiod.

(b)' When sn applicant seeks an interfereiice with o pnent, énami-
-pation of the spplication, inclisding any appeal. to the :Board,  shall
bewnductedthhspecmldupawhmmmﬂwhwmandrmde
mark Office. The examiner. shall determine whether there is inter-
fering sub_;ect matter _clgimed in’ the apphcatmn ‘and the pmcnt
which is petenitable to the applicant subjeci to a judghient ifi an’in-
terference. 1!!hcexammerdﬂerxmstmtﬂmemmyinwrfamg
eubject - matter; and. imerfesence: wild ‘be; declared. If the examiner
determines that there:is no. interfesing subject maiter, the, .eXaminer
shall state the. tcasom why an mterfetmce is not bemg declm'ed
and otherwise act on the application.

(cy When an applicant presents a claim which corresponds enact-
fy or substantially to a claim of & pateat, the epplicant chall ideatify
the petent and the number of the petent claim, unless the claim is
presented in response to @ suggestion by the examine. Thie examin-
er shall notify the Commlssloner of any mtancc where an applicant
fails to identify the patent.

(4} A notice that an applicant is seeking to provoke en interfer-
cncewﬂkapazentwﬂlbeplacedmnheﬁleofthcpatemmda
copy of the notice will be sent to the patentee. The |denmy of the

applicant will not be disclosed unless an interference is declared. if
a Ginal decision is made not to declare an interference, a notice to

. "’"muuggeotedbythe()ﬂicedwm
comstitute ‘& fesponse. to.the: lest - Office sction unless
the last Office action relied solely: M,llw patent for
thcrejecmaﬁ‘aﬂtheclaunsremtedmthnactm

Under 37 CFR 1.615, upon declaration of en inter-
férence, ex parte prosecution of an application in-
volved in the interference is susperided and sny out-
standing Office actions are considered as withdrawn
by operation of the rule. Ex parte Peterson, 49 USPQ
119 (Com’r. 1941). Upon termination of the interfer-
ence, the examiner will einstate thé action treated as
withdrawn by operation. of 37 CFR 1615 md set 2
statutory: pmod for: response.. . ¢

zsm.oz Rejection - of . Csims. Corvespos

“Pateat Claims: [R-E} 9
;{EJECTION NOT, APPLICv
' Whencliiims co*rreéponding 1ot clums of a patent
ire piésented,the: applxentmn ‘is:taken‘up:at once and
thié examiner may reject»such Clainiis in' the application
if ‘elie! ground of ‘Fejeetion' would-not - also’ be applm
ble to the’ patcnt. ‘Examples of such :grounds of rejec-
tion ‘are insufficiént disclosure in the application, a ref-

erence whose date is junior to that of the pagent, or
' e cla ~'t applncant by the

A claim’ which'is the’ satiie’ as, or for the sime or sub-
stantially “the ‘same subject’ matter as, a claii"of ‘an
issued patent may mot be made in any applncatnon
unless ‘such ‘a ‘claim is made prior to’ one year from the
date .on’ whxch the patent was gramed ” See Ex parte
Fine, 217 USPQ 76 (Bd App 1981) The anmversary
date of the issuance of a patent is pnor to one year
from the date on ‘which the patent was granted”,

Switzer. v., Sockman, 333 F.2d 935, 142 USPQ 226

(CCPA 1964) ;
It should be noted that an apphcant is permmed fo

copy a patent claim outside the. year, penod if he has
‘been. claiming_substantially the same subject matter
‘within the year limit. See Thompson v. Hamilton, 152
-JF.2d 994, .68, USPQ 161, (CCPA .1946); In re Frey, 182

F.2d 184, 86.USPQ. 99 (CCPA 1950); Andrews v.
chkenden, 194 F.2d. 729, 93 USPQ 27 (CCPA. 1952);
In. re Tanke 213 F.2d 551, 102 USPQ 93 (CCPA
1954); Emerson v. Beach, 215 F.2d 290, 103 USPQ 45
(CCPA 1955); Rieser v. Williams, 255 F.2d 419, 118
USPQ 96 (CCPA 1958); Stalego v. Heymes, 263 F.2d
334, 120 USPQ 473 (CCPA 1959); Corbett v. Chis-
holm, 568 F.2d 759, 196 USPQ 337 (CCPA 1977).

As long as one of the presented claims is patentable
to the applicant and is claiming the same invention as
at least one claim of the patent, an interference should
be declared.
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CER 1.607(b) :hab ‘When an
weks an interference with & patent, exs
applwation, mclmdina any appeal to ‘the Bomi, Ml
om, _when: all ‘the
claims prewuted are rqected ona gmuud not applm-

& “Gatentée the' exaniifter’ sets & m Emnt for

mmwmgmwthemmm -age
special. ‘Failure to'tespond ‘or appeal, s the case may
be, within the time fized, will, in the absence of a sat-
isfactory showing, be deemed & disclaimer of the in-
ventwn claimed..

.. While the time limit for an appeal ftom the final re-
Jecuon of:a claim corwspondmg to.a patent claim is
usually. set.under the provisions of 37 CFR 1.607(b),
where . the remamder of .the case is . rwdy for. final

er, and this is appealable, “while" failure ‘to- mpbnd
within the: set stétutory period (37 CFR :1.134) results
im :abandonment :of :the: entire apphcatmn. That is not
appea]able

The rejection of claims presented for mterference
with a patent sometimes creates a situation Where two
different; periods -for response.are running -against the
application—one, the statutory period dating from the
Tast ‘full ‘action”on the case; the ‘other, ‘the ‘limtited
pernod set for the response to the. rejection (eather first
or final) of the presented claims. This - condition
should be avoided where possible as by setting a
shortened penod for the entire case, but where un-
avoxdable, it should be emphasized in the examiner’s
letter. .

‘In thus connecuon it is to be noted that a reply to a
rejection or an appeal from the final rejection of the
presented claims will not stay the running of the regu-
lar statutory period if there is an unanswered Office
action in the case at the time of reply or appeal nog
doés such reply or appeal relieve the examiner from
the duty of actmg on the case if it is up for action,
when reached in its regular order.

Where an Office action sets a time limit for re-
sponse to or appw! from that action or a portion
thereof, the examiner should note at the end of the
letter the date when the time limit period ends and
also the date when the statutory period ends. See

§ 710.04.

REJECTION APPLICABLE TO PATENT AND
APPLICATION

If the ground of rejection is apphcablc to both the
claims in the application and the claims in the patent,

any letter including the rejection must have the ap-
proval of the group director. See § 1003, item 10.

awwﬂmeummmefmehmgeoﬂhem-
terference, for possible action under 37 CFR 1.641.

Ferm m 1892
REJECTION OF CLAIM CORRESPONDING TO PROPOSED
COUNT

Clalm [1] of this epplication hes been copied by the epplicent from
Us.pm(c;iNo f2l. mdmuwmeewmempm

An interference cannot be initisted since a prevequisite for interfer-
ence under 37 CFR 1.606 is that the cleim be patentable to the ap-

plicant subject to 8 judgment in the interference.
Mpamgfaphmustbepucededbyare)ecuonomhechm

meuu _ S

CLA!MSMOOPIED WITH!NONEYEAR

qmlnlmmmﬂssuscnss@mnmbemgmm
_w}oaeyurﬁumthedatemwhnchuslmemmmmmed
menu4 o : :
COPIED CLAIMS DRAWNTODIFFERENT INVBNT!ON
Chm(l}of%sapphmonmmwdbyamhmttomtmm
to claims of U.S..patent [2].: .

Theenmmerdoano!comder!huchmmbedxrected to the
same invention gs.that of U.S. patent [3] becauvse [¢]). Accordingly,
mmmfwmnotbemmudbasedupmth:sclmm

§23W @3 Presentaenon of C!mms fm' Interfer-
ence With a Patent, After Prosecution of Ap-
plieeﬁoa is Closed [R-2]

An amendment presenting a clsim to provoke an in-
terference in an application not in issue is usually sd-
mitted and promptly acted on. However, if the case
had been closed to further prosecution as by final re-
Jjection or allowance of all of the claims, or by sppeal,
such amendment is not entered as a matter of right.

An interference may result when an spplicant pre-
sents claims to provoke an interference with a patent
which provided the basis for finsl rejection. Where
this  occurs, if the rejection in guestion has been ap-
pealed, the Board of Patent Appeals and Interferences
should be notified of the withdrawal of this rejection
s(; ghat the appeal may be dismissed as to the involved
claims.

Where the prosecution of the application is closed
and the presented claims relate to an invention dis-
tinct from that claimed in the application, entry of the
amendment msy be denied (Ex parte Shohar, 1941
C.D. 1 (Comr. 1940)). Admission of the amendment
may very properly be denied in a closed application,
if prima facie, the claims are not supported by appli-
cant’s disclosure. An applicant may not have recourse
to presenting a claim corresponding to a patent claim
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