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Al eommumcamm to be Mdmed to Comwoner of Pat-
ents and Tredemarks. ‘

‘Business to be trensacted in writing.

Buhentobecmdue&edwhhdeoommndmy

Neture of correspondence.

Idem:ﬁauonofq:pbemm,p-morm

Rmptoflenenmdplpen.

Tisses for teking action: Esxpiration on Sunrday. Sunday or

Federal holiday.
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l’ltentlpplncauompfemvedmsecrecy AR
Requesis for identifiable records, . ..

FEES AND PAYMENT OF Mom-:v

Nations! application filing fees.
Patent epplication processing fees.
Patent issue fees.

Document supply fees.
Post-issuance fees.

Miscellsneous fees and charges
Feés paysble in sdvance.

- Method of payment.

Coupons.

Deposit accounts.

Refunds.

Statement of status as small entity. '

Effect on fees of feilure to esiblish status, or change status,
as a small entity.

Subpart B—National Processing Provisions

PROSECUTION OF APPLICATION AND APPOINTMENT OF ATTORNEY
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141
142
143
1.44
1.45

146

147
148

1.51
1.52
1.53

OR AGENT

Applicants may be represented by an uttomey or sgent.

Prosecution by gssignee.

Correspondence respecting patent applications, reezamination
proceedings, and other proceedings.

Recognition for representation.

Revocation of power of attorney or authonzauon, withdraw-

al of attorney or agent.
WHO MaY APPLY FOR A PATENT

Applicant for patent.

When the inventor is dezd.

When the inventor is insane or legally incapacitated.

Proof of authority.

Joint inventors.

Assigned inventions and patents.

Filing when en inventor refuses to sign or cannot be reached.
Correction of inventorship.

THE APPLICATION

General requisites of an npplicntion.

Language, paper, writing, margins.
Serial number, filing date, and completion of application.

162

55%55555

1.101
1.102
1.103
1.104
1.108
1.106
1.107
1.108
1109
1.150

1.1
L2
1.113

[Ruerved .

Pwsohpphcatmwﬂhﬁlmgdm:noﬂobemm .

Continuing or divisional epplication for invention diaclosed in
& prior application.

FﬁnzoftpplimﬁommtheUnimdSumofAmemaasn
Dedignated Office.

File wnpper continuing pmcedute.
- OATH OR DECLARATION

Osth or declaration.

Person making cath or dechunon

Officers authorized to edminister caths,

Supplemenul ‘oath of dechmwn .

Declaration in lieu of osth. '

Foreign language oaths end declarativns. o

Ou!n or declumon under 35 U S C. 371(c)(4)

Deuiled delenpuon and upecnﬁuﬁon ofthe mvenuou

Title end abatract.

Summary. of the invention.

Refereace to drawmgs

Claim(g). B

Arrengement of apphcahon elemems f '

Clsimning benefit of earlier filing dite md crom-referencu to
other applications.

Reservation clauses ot permitted. ‘

THE DRAWINGS

Drawings reguired.

Content of drawing.

Standards for drawings.

Informal drawings.
Use of old drawings.

MobELS, EXHIBITS, SPECIMENS
Models not generally required as pert of epplication or
L.

paten
Model or exhibit may be required.
Specimens.
Return of models, exhibits or specimens.
Copies of exhibits.
Submission of computer program listings.
INFORMATION DISCLOSURE STATEMENT

Filing information disclosure sistement.
Coatent of information disclosure statement.
Updating of information disclosure statement.
EXAMINATION OF APPLICATIONS
Order of examination.
Advancement of examination.
Suspension of action.
Nature of exsmination; examiner's action.
Completeness of examiner’s action.
Rejection of claims.
Citation of references.
Abandoned spplications not cited.
Rezsons for allowance.
Inventorship and date of invention of the subject matter of
individual clsims.
ACTION BY APPLICANT AND FURTHER CONSIDERATION

Reply by applicent or patent owner.
Reconsideration.
Final rejection or action.
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1.116 Amendments efier finsl sction.

1.117 Amendment snd revision reguiced.
L1186 Amendment of disclosare.
1.119 Aménduient of clalime. " ©' '
1121
1122
1.123
1.124
1.128
1.126
1.127

1131 Affidavit or declaration of pnor inventlon 0 overcome

cited patent or
1.132 Affidavits or declarations travessing grounds of rejection.

INTERVIEWS
1.133 Interviews. :

TmmkasmsawAmrcAwAnNDonuamos
APPLICATION _ ,

1.134 '!‘imepenodforrespomelou()ﬁeéacﬁon.
1.135 Abendonment for failare to respond within time period.

1.136 desofnmdyrespmwnhpeﬁmnandfeeform

uonofnmemdextennomolumeformnse
1.137 Revival of ebasdoned spplication. - - il
1.13%8 Express shandomment.

JOINDER OF INVENTIONS IN ONE APFLICATION; Rmmcnou
1.141 lefu'entmventlommoneapplmon
1.162 Reguirement for restriction. . =
1.143 Recoasiderstion ofreqmremmt. .
1.144 Petition from requirement for restnchon
1.145 Subsequent presentation of claims for dxﬁ’erent mvennon
1.146 Election of species. )
1.151 Rules applicable.
1.152 Drawing. ,
1.153 Title, description and claim, oath or dechrauon
1.154 Amangement of specification.
1.155 Issue and term of design patents.

PLANT PATENTS
1.161 Rules applicable.
1.162 Applicant, cath or declaration.
1.163 Specification.
1.164 Claim.
1.165 Drawings.
1.166 Specimens.
1.167 Examinstion.
RERSUES

1.171 Application for reissue.
1.172 Applicants, essignees.
1.173 Specification.
1.174 Drawings.
1.173 Recissue osth or declaration.
1.176 Exsmination of reissue.
1.177 Reissue in divisions
1.178 Original patent.
1.179 Notice of reissue application.
PETITIONS AND ACTION BY THE COMMISSIONER

1.181 Petition to the Commissioner.

1.182 Quemom not specifically provided for.

1.183 of rules. o

1.184 Reoonﬂdmuon of cases decided by former Commissioners.
APPEAL TO THE BOARD OF PATENT APPEALS AND INTERFERENCES

1.19] Appesl to Board of Patent Appeals and Interferences.
1.192 Appeilant’s brief.
1.193 Ezaminer’s answer.
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- by the Board dmwm gecferences.

1197 Action following decision. -
1.196 Roommerdechim, . _
MsCBLLAN Puovm

1.248 Servfeéofl’ammmm ,mwofservwem
-mmwthmintefferma.

Pmmsmnl’um.tcvsavmmm

1.291 Protests by the public against pending spplications.
1.292 Pubﬂcutepcoeeedinp.

STATU'I'DIY INVBNTION REGBTRATION

1.293 Statutory invention regmnuon. .
1.294 Exsmination of request for p«bhcmon o&‘a mmwry inven-

uonmmuonmdpnmmtowhwhthem .
qaest is directed.

1.295 Review of decision ﬁmﬂymﬁmgnopnbhshamwrym-
vention registration. - :

1.296 Withdrewsl of request for pubhcmon of mtutory invention
registration.

1.297 Publication of statutory invention registration.

meos?ammhmmnOmcstw
Court

1.301 AppaltoUS Courtoprpetkfm’theFedemlCucmt.
1.302 Notice and reasons of appeal.
1.303 Civil action under 35 US.C. 145, 146,306. oL
1.304 Time for appeal or civil action. . ..

ALLOWANCE AND Issus oF PATENT

1.311 Notice of allowance.

1.312 Amendments afier allowance.

1.313 Withdrawal from issue. S , :

1.314 Issuance of patent. o ‘ 1
1.315 Delivery of patent. ' o ,
1.316 Application sbandoned for failure to pay lssue fee. , )

1.317 Lapsed patents; delayed payment of bahnce of issue fee.

1.318 Notification of national publication of & patent based on an
international application.

DISCLAIMER
1.321 Sustutory disclaimer.
CORRECTIOR OF ERROKS N PATENT

1.322 Certificate of correction of Qffice mmke
1.323 Certificate of correction of apphennt‘s mistake.
1.324 Correction of inventorship in patent.

1.325 Other mistakes not corrected.

ASSIGNMENRTS AND RECORDING

1.331 Recording of essignments.

1.332 Receipt and recording.

1.333 Conditional sssignments.

1.334 Tssué of patent to assignee.

1.335 Filing of notice of arbitration awards.

AMENDMENT OF RULES _

1.351 Amendments to rules will be published.
1.352 Publication of notice of proposed amendments.

MAINTENANCE FEES

1.362 Time for payment of maintenance fees.

1.363 Fee eddress for maintenance fee pusposes.

1.366 Submission of maintenance fees.

1.377 Review of decision refusing to accept and record payment
of a maintenence fee filed prior to expiration of patent.

1.378 Acceptance of delayed payment of maintenance fee in ex- ”
pired patent to reinstate patent.
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1421
1422
1.423
1424

1428

1431

1432

1.433

1434
1.438
1436
1.437

1.438

Whenthenvmudud
Wbcnthemvmrumneorlegxllymup‘clmed.
Joint investors. -

Filmgbyotwthanmvemor

THE INTERNATIONAL Am:c.«non =

- Internations! application requirements.

Deumuonomeeamdpnyment ofdedgﬁauon fees

‘ Phy:wnl requtemmu of mternanoml apphuuon

1.458

.1.461 o

1.465

1.468

1.471

1.478

1.481
1.482

Reprewmmn in international apphcaném. o
- TRAMSBMETTAL OF RECORD Con'

Proceduretformmndufrecordeopywthelmemaw

‘ 'l'mmo'

Timmg ofappbuuon processing basedontbe pnontydatef '

‘Delays in meeting time limits. -
: AMERDMENTS

Correcummdmdmemsdunngmtemuomlpmms-f
ing. -
,@nnaumpammme,oraddressofapplmntsmdm-

ventors.
UNITY OF INVENTION

Determinstion of unity of i mvenuon before the Intermuonalr

Searching Authority,
Protest to lack of unity of i mvcnuon

Subpm D—Reexamination of Patents
" CITATION OF PRIOR ART
Citation of prior art in patent files,
" REQUEST FOR REEXAMINATION

Request for reexamination.
Determinstion of the request for reexaminstion.
Reexaminstion st the initistive of the Commissioner,

REEXAMINATION

Order to reexamine.

Statement end amendment by patent owner.

Reply by requester.

Consideration of responses.

Conduct of reexamination proceedings.

Scope of reesamination in reexamination proceedings.
Duty of disclosure in reexsmination proceedings.
Interviews in reezsamination proceedings.

Concurrent office proceedings.

1.606 Imfermbetwmmmphmm:pamumm
matter of the interference, .

Reguest by applicant for mafme with patent N :

1.608 Imterference between an apphcamn md 8 pa(ent; ynm

Jacie showing by applicent. <. -

Preparsation of interference pipers by examiner. - ‘

1 610 Assignment of interference to exammer-m-chief nme penod :
for completing mterferenee

Lead attorney, same inomey' repraentmg dnfferent ptmes
in an ifterferttce; withidrawal of atmhey or agenl.
L_Jmud:cuon, over, 1n}erfercnce . il e

' Preliminary statement: denvaﬁon by an’ oppo nt.
Preliminary statement; mherapphcshon
fPteimiary natement, sealmg befom ﬁlmg, openmg ‘of sme-

Ao 10 prehmmary‘ sta(ement. servxce of prelimmuy ,
statement.
1.632 . Notice of intent'to argue abanm:nem. suppressxon. or con-
- - cealment by opponent. :
Prehmmary motions. . t g
. Motion to correct mventorsh:p
1.635 Miscellaneoiis motions. =
5 Motions, time for f'lmg :
1.637 Comtést of motions. '
1.638 Opposmon and reply, time for ﬁlmg opposmon and reply
. Evidence in support of motion, opposition, or reply. . .
1.640 Mouom, lwarmg and, .decision, redeclaration of mterferenoe,
.order to show cause.
Unpuentabnhty discovered by exammer-m-ch:cf
Addition of application or patent to. interference.
Prosecution of interference by assignee.
‘Petitions in mterferencw o
‘Extension of time, late papers, stay of proceedings.
Service of papers, proof of service.
1.647 Tramistion of document in foreign langusge.
Setting times for dlscovery and taking testimony, parties en-
‘titfed to take testimony.
1.652 Judgment for failure to take testimony or file record.
Record and exhibits.
. Final hesring. :
Masters considered in rendering a final decision.
Briefs for final hearing.
Burden of proof s to date of invention.
Finil decision.
Recommendation,
L 660 Notice of reexamination, reissue, protest, or litigation.
Termination of interference after judgment.
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" Subpart A—~General Provhiou

GENERAL INFORMATION AND ConBSPONDENcn '

1.1 _
Commmioner of Pmtsam!

(2) Al letters and. other. communications tended" ?
for the -Patent and - Trademark Office must: be ad-

dressed to “Commissioner of Patents' and' Trade-
marks,” 'Washington, D.C. 20231, ‘'When approptiate,

a letter should also be marked for the attenﬁon ofa .

particular officer or.individual.

(b): Letters and other - commnmncauons relaung to‘ :

international applications during the international
stage and prior to the assignment of a national senal‘
number should be additionslly marked “Box PCT.”

(c) Requests for reexaminstion should be addmonal-.. _'

Iy marked “Box Reexam.”

@ Payments of maintepance fees in- patents and
other communications relating thereto should be addi-
tionally marked “Box M. Fee.”

() Communications relating to mterferences and
applications or patents involved in an interference
should be addntlonally marked “BOX INTERFER-
ENCE.”-

Nore: Sections 1.1 to lzémapphublctomdemarkcasesm
well 2 to nationsl and intermational patent cases except for provi-
gions specifically directed to patent cases. See § 1.9 for definitions
of “nstional application” end “internstional applicauon ”

(Pub. L. 94-131, 89 Stat. 685) ‘

{46 FR 29181, May 29, 1981; para. (d) sdded 49 FR 34724, Aug. 31,
1984, effective dste Nov. 1, 1984; pare. (e), 49 FR 48416, Dec. 12,
1984, effective dute Feb. 11, 1985]

1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office
should be transacted in writing. The personal attend-
ance of spplicants or their attorneys or agents at the
Patent and Trademark Office is unnecessary. The

action of the Patent and Trademark Office will be
based exclusively on the written record in the Office.
No attention will be paid to any alleged oral promise,
supulatnon, or understanding in relation to which
there is dissgreement or doubt.

Rev. 1, Oct. 1968
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Applicants and their ‘attorneys or agenis are re-k.
quired to conduct their business with the Patent ang '
Trademark Office with decorum and courtesy. Papers |

ted in violation of this requirement will be sub- .
mitted to the Commissioner and will be returned by

his direct order. Complaints against exsminers and
otherempmyeummtbemademwmmunwum

separate from other papers.

14  Nature of correspondence. -
() Correspondence with the Patent snd Trademark
Office comprises:

(1) Correspondence relating to services and facili-
ties of the Office, such as general inquiries, requests

for pubhcuucms supplied by the Office, orders for -

printed copies of patents or trademark regmranons,
orders for copies of records, transmission of assign-
ments for recording, and the like, and
(2) Correspondence in and relatmg to a partxculnr
application or other proceedmg in the Office. See par-
txcnlarly the rules relatmg to the filing; p
other g

B, §§1.31 to 1.352; of international apphcamms in
SubpartC §§1401 to 1.482; o
ents in Subpart D, §§1.501 to' 1.570; of intetferences
in Subpart E, §§ 1.601 to 1.688; and of trademark ap-
phcatlons§§2 i1 t02 189 i

in itself, a separate copy of every paper to be filed in
an applicetion should be furnished for each .applica-
tion to which the paper pertams, even though the
contents of the papers filed in two or more apphca-
tions may be identical. .

(c) Since different matters may be cons:dered by
different branches or sections of the Patent and
Trademark Office, each distinct subject, inguiry or
order should be contained in a separate letter to avoid
confusion and delay in answering letters dealing with
different subjects.

(Pub. L. 94-131, 89 Stat. 685; 35 US.C. 6, Pub. L. 97-247)

[24 FR 10332, Dec. 22, 1959; 43 FR 20461, May 11. 1978; para. (a),
48 FR 2707, Jan. 20, 1983, effective date Feb. 27, 1983; para. (a), 49
FR 48416, Dec 12, 1984 eﬁ'ectlve date Feb 11, l985]

1.5 Id;entiﬁcation of application, patent.or reg-
istration.

(8) When e letter concerns an apphcatlon for
patent, it should state the name of the applicant, the
title of the invention, the serial number or infernation-
al application number of the application, the date of
filing the same, and, if known, the group art unit or
other unit within the Patent and Trademark Office re-
sponsible for considering the letter and the name of
the examiner or other person to which it has been as-
signed.

(b) When the letter concerns a patent, it should
state the number and date of issue of the patent, the
name of the patentee, and the title of the invention.

R—6
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‘ shonld xdentifyltumhnndbytbenmeofthenp-*
licantiand the serial number and filing date of the bp-
A letter: velating 10 @ registeved trademark
should identify it by the name ofthemm md by'~
the: number and: date of the certificate.”: "+ ,
(d) A letter relatmg to a reexamination ing
should identify it as such by the number of the patent
undergoing reeummatrom the reexamination request

control number sssigned. to such proceeding and, if

known, the group art unit and name of the examiner

to which it has been assigned. =
(e} When a paper concerns  an mterference. it

should state the names of the parties and the number

of the mterference The nanie of the examiner-in-chief

assigned to the interference (§ 1.610).and the name of -
the party filing the paper. should appear comprcuously :

on the first page of the paper.

(Pub. £, 94-131, 89 Stat. 685; 35 US.C. 6, Pub. L. 97-247) ,

[24 FR 10332, Dec. 22, 1959; 46 FR 29181, May 29, 1981; para. .. (@)

49, FR 352, Jan. 4,
:48416,

papers filed in- accordance with § 1 10 wrll;be,gamped

with the date of deposit-as “Express Mail” with the

‘ nited States Postal Servrge ‘utiless thie” dattt pf depo;rt :
Distri '

will be: the next: succwdmg day whrch s nota. Satur-i:
day; Sunday, or Federal holiday within the District of -
Columbia. No papers are received in the Patent and

Trademark Office on Saturdays,. Sundays or Federal
holidays within the District of Columbia. :

(b) Mail placed in the Patent and Trademark Off ice
pouch up to midnight on weekdays, excepting. Satur-.
days and federal holldays, by the post office at. Wash-
ington, D.C.,-

Patent. and Trademark Office on the day it was s0
placed in the pouch. .. . ,
(c) In addition to bemg mmled or dehvered by hand-
during office hours, letters and other papers may be
deposited up to midnight in a box provided at.the
guard’s. desk at the lobby of building 3 of the Patent
and Trademark Office at Crystal Plaza, Arlington,
Virginia and at the main entrance (14th Street) of the
Department of Commerce Building, Washington,
D.C., on weekdays except Saturdays and Federal
holidays, and all papers deposited therein are consid-
ered as received in the Patent and Trademark Office
on the day of deposit.
(d) If interruptions or emergencies in the United
"States Postal Service which have been so designated
y the Commissioner occur, the Patent and Trade-
ark Office will consider as filed on a particular date
in the Office any paper or fee which is: (1) Promptly
filed after the ending of the designated interruption or

R—7

1984, eﬂ'ecuve date Apr l. 1934- pare. (a), 49

-gerving . the Patent and Trademark
Office, is considered: as havmg been received in the
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emergéﬁny -gind (2) Aét By m%rﬁeh
cating’ that ‘sdch pdpef of’ m wmamveueﬁ ﬁled
ondmpmicul&rdateiﬁtwerenoﬂbrmeduim
ed interruption of ‘emiergency in the United States
Postil Seérvice. Such’staternent must ‘be a verified
statementd’mﬁebyapemhnot rezimmdtopnc-
tlce before the Patent and Trademark Ofﬁce. ‘

(35 USC 6, l’ub L. 97-247)

[48 FR 2707, Jan. 20, 198, effective date Feb. 27, mz; 48 FR
4285, Jan. 31, 1983; 48 FR 4285, Jan, 31, 1983; para. (s), 49 FR 352,
Jan. 4, 1984, effective date Apr 1, 1984}

1.7 Times for taking actiow Expirnﬁon on
Saturday, Sunday or Federal holiday. - -

Whenever periods of time are’ speciﬁed in this’ part:
in days, calendar days are mtended ‘When the day, or
the last day fixed by statute or by or under‘ thls part

to the Commlssroner of Patents and, Trademarks
Washington, D.C. 20231 and deposited with the U.S.
Postal Service with sufficient postage as 'first class
mail prior to expiration’ of the ‘set period: and (2)
They also mclude a certificate for each paper or fee’
stating the date of deposit. . The person signing the .
certificate should have reasonable basis to expect that -
the correspondence would be mailed on or before the
date indicated. The actual date of receipt of the paper
or fee will be used for all other purposes. Tl'us proce-
dure does not apply to the’ followmg

(i) The ﬁlmg of a national’ patent apphcatlon specifi-
cation and drawing or other papers for the purpose of
obtaining an application filing date;

(ii) The filing of trademark appllcatrons,

(iii) The filing of agreements between pames to an
interference under 35 U.S.C. 135(c);

(iv) The filing of an affidavit showing thet a mark
is still in use or containing an excuse for nonuse under
section § (&) or (b) or section 12(c) of the Trademark
Act, 15 U.S.C. 1058(a), 1058(b), 1062(c);

(v) The filing of an application for renewal of a
mark registration under section 9 of the Trademark
Act, 15 11.8.C. 1059;

(vi) The filing of a petition to cancel a registration
of a mark under section 14 () or (b) of the Trade-
mark Act, 15 U.S.C. 1064(a), 1064(b);

Rev. 1, Oct, 1985
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‘ (ﬁ)’l‘heﬁlingofmatﬁdav:tundawchonﬂwb—
mm;(%eogmr k- Act, 15 U.8.C. 106S;

vil action in an inter partes .
U-S.C. 141..or:section Zl(a)U) of the. Tudemnrk Act,
15 U.S.C. 1071(a)(1), in to another party's

response ,
~Ww&mCMndAprortthoderdC1r-

(k)'l‘heﬁlingofanoncemdremnsofappul
under 35 U.S.C. 142 or a notice of appeal under sec-
tion ' 21(a)(2) of the Trademark Act, 15 US.C
1071¢a)(2);

(z) The filing of a sutement under 42 U.S.C. 2182
or 42 U.S.C. 2457(c); end

(xi) The filing' of internstional applications for
patent and papers relating thereto.

(i) The filing of a paper in an mterference whnch,

an. examiner-in-chief orders to.be. ﬁled by hand or
Express Mail.”

(xiii) Papers ﬁled in connecuon with a dwclphnary '

proceeding under Part 10 of this subchapter.

.(b) In. the event . tlmt correspondence or fees are
umely ﬁled in accordance with: paragraph (a). of this
section, but.not. received in the Pstent and Trademark .
Office, andtheapphcanonmheldtobeabandpmdor.‘_
the proceeding dismissed, terminated, or decided with
prejudice, the correspondence or ‘fee will be consid- -

ered- timely if the party who forwarded such corre-

spondence or fee (1) informs the Office of the previ--
ous mailing of the correspondence.or fee promptly

after becoming aware of the Office action, (2) supplies
an addmonal copy of the previously mailed corre-
sponidence or fee and certificate, and (3) includes a
declaration under §1.68 or §2.20 which attests on a
personal knowledge besis or to the satisfaction of the
Commwsloner to the previous timely mailing.

[OMB Control Nos. 065!-@9 & 0651-(!)11] , .
(Pnb L., 94-131. 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)

[41 FR 43721 Oct. 4, 1976; 43 FR 20461, May 11, 1978; psra. (a),
47 FR 47381,’Oct. 26, 1982, effective date QOct. 26, 1982; para. (g),
48 FP. 2708, Jan. 20, 1983, effective date Feb. 27, 1983; para. (a), 49
FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985; para. (8), 49
FRi 5171, Feb. 6, 1988, effective date Mar. 8, 1985]

1.9  Definitions.

@ A national applwat!on as used in this chapter
means & U.S. national application for patent which
was either filed in the Office under 35 U.S.C. 111 or
which resulted from an international application after
compliance with 35 U.S.C. 371.

(b) An international application as used in this
chepter means an international application for patent
filed under the Patent Coopeutxon Treaty prior to en-
tering national processing at the Designated Office

stn(gc; An independent inventor as used in this chapter
means any inventor who (1) has not assigned, granted,
conveyed, or licensed, and (2) is under mo obligation
under contract or law to asmgn. grant, convey, or li-
cense, any rights in the invention to any person who
could not likewise be classified as an independent in-
ventor if that person had made the invention, or to
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g'il‘g‘nomce” of election, mproeeod?f
g under 35

MANUAL OF PATENT BXAMINING FROCEDURE

oy
LA ¥

anyeoncemwhlchwouldnotqmlifyuasmalllwm-
nmwonomtor amproﬁt omuuiuuon undertlm
section:.

(d)Amﬂbmeomnsmdmthhchw
eans any business concern es defined by the Small
Business Administration in 13 CFR' 121.12. For the-
conveniemeoftheumofmuereguhﬁom,thudef-
inition states:

§120.12 Small business Jor paying reduced patent ﬁu

(a)PunumtoPubLW—Zﬂ lmnllbmneuconcemfm
poses of paying reduced fees under 35 U.S. Codedl(n)md(b)
the Patent and Trademark Office means eny business concern (1)
whose number of employees, including those of its afilliates, does
not exceed S00 persons and .(2) which bes wot eusigned, grasted,
conveyed, or icensed, and is under no obligation under contract or
law to essign, grant, convey.or license, any rights in the invention
tomypemonwhoeoiﬂdnotbednﬁﬁedummdepeudemmven—
tor if that person had made the inveatiod, or to any concern which
would not qualify 25 & small businems coscern or & nonprofit organi-
zation under this section. For the purpose of this sectioe concerns
are sffilistes of each other when either, directly or indirectly, one
concemcontrohorhasthepowutoeontroltbeocher or a third
party ‘or parties controls or has the power to control both. The
n—berofunployeuofthebunescmeemutheavengecm
theﬁscdyearofthepcnomemployeddmguchofthepoypen—
ods of the fiscal year, Employeen,mthme 8Q yedona
full-time, part-time ot
yeer of the concern; -

(b)lfthePuentdendemnrkomdmmﬂnumm
is .not- eligible .83 8 small business concern. within this section,. the .
concern shall ha anghttoappedthntdetermmhontothe&mnll
Business Administration. 'lhePatentanddeemukOfﬁoeshn
mmmnmwnm&emmnndtbepumtmdmmmmﬂe
to the SBA in’ the event: of such adverse determinstion and dize
appeal. Such sppesls by concerns should be submitted to the SBA:
at 1441 L Street, NW.,, Washington, D.C. 20416 (Attention: SBA
OfﬁceofGenerﬂCounsel)'!heappaldmuldmtetbcbmupon
which it i claimed that the Patént and Tredemark Office initial sive -
determination oa the concern was in efror; and: the facts and arge-
mentssuppaungtheconeem-chmedmuasmdlbmeu
concern under this section.

(e) A nonprofit orgamzauon as used in this chnpter
means (1) a2 university or other institution: of higher
educsation located in any country; (2) an organization
of the type described in section 501(c)(3) of the Inter-
nal Revenue Code of 1954 (26 U.S.C. 501(c)(3)) and
exempt from taxation under section 501(a) of the In-
ternal Revenue Code (26 U.S.C. 501(a)); (3) any non-
profit scientific or educational organization qualified
under a nonprofit organization statute of a state of
this country (35 U.S.C. 201(i)); or (4) any nonprofit
organization located in a foreign country which
would qualify as a nonprofit organization under para-
graph (e)(2) or (3) of this section if it were located in
this country.

(f) A small entity as used in this chapter means an
independent inventor, a small business concern or a
nonprofit organization.

(g) For definitions in interferences see § 1.601.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247; 15
U.S.C. 1113, 1123)

{43 FR 20461, May 11, 1978; 47 FR 40139, Sept. 10, 1982, effective
date, Oct. 1, 1982; 47 FR 43275, Sept. 30, 1982, effective date Oct.

1, 1962; para. (d), 49 FR 34724, Auvg. 31, 1984, effective date Nov. {
1, 1984; pers. (g), 49 FR 48416, Dec. 12, 1984, effective date Feb. -

11, 1985}
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Suteo Poml Servxoe cowdmad as havmg
bmﬂledintheomceonthedmwemorfeeu
thowntohavebeendepomedu“EmeAﬂ”thh
the United States Postal Service unless the date of de-
posit is & Saturday, Sunday, or Federal holiday within
the District of Columbia. See § 1.6(s). ‘

(®) Any paper or fee filed by “Express Mail” must
have the number of the “Express Mail” mailing label
placed thereon prior to mailing, be addréssed to the
Commissioner of Patents and Tredemarks, Washing-
ton, D.C. 20231, and any such paper or fee must also
include ‘a certificate of mailing by “Express Mail”
which states the date of mailing by “Express Mail”
and is signed by the person mailing the paper or fee.

¢): The Patent and Trademark Office will accept
the  certificate  of mailing' by '“Express Mail”: and
accord the paper. or fee the certificate dste under 35
- U.S.C: 21(a) (unless the certificate date is a: Saturday,
-Sunday, ‘or Federal holiday within the District ‘of Co-

lumbia—see § 1.6(a)) withiout further proof of the date
- on . which. the ‘mailing :by. “Express Mail™ occurred
uanless & question is present regarding the date of mail-
ing. If more than a reasonsble time has elapsed be-
tween the certificate date and the Patent and Trade-
wnark Office receipt date or if other.questions regard-

.the date of mailing are present, the person mailing

thepapetorfeemaybereqmredtoﬁleaoopy of the
“Express Mail” receipt showing the actual date of
mailing and a statement from the person who mailed
the paper or fee averring to the fact that the mailing
occurred on the date certified. Such statement must
be a verified statement if made by a person mnot regis-
tered to practice before the Patent and Trademark
Office.
[O}4B Control No. 0651-001 1
(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2708, Jan. 20, 1983, added effective Feb. 27, 1983; 48 FR
4285, Jan. 31, 1983; paras. (2) & (c), 49 FR 552, Jun. 4, 1984, effec-
tive date Apr. 1, 1984)

RECORDS AND FILES OF THE PATENT AND
TrADEMARE OFFICE

1.11 Files open to the public.

(a) After a patent has been issued or a statutory in-
vention registration has been published, the specifica-
tion, drawings and all papers relating to the case in
the file of the patent or statutory invention registra-
tion are open to inspection by the public, and copies
may be obtained upon paying the fee therefor. See
§ 2.27 for trademark files.

(b) All reissue applications, all applications in which
the Office has accepted a request to open the com-

lete application to inspection by the public, and re-
ted papers in the application file, are open to inspec-
tion by the public, and copies may be furnished upon
paying the fee therefor. The filing of reissue applica-

() AH requests for reeummation for which' the fee
undex!lm(c)hmbeenpud,mﬂbemoumedm
the Official Gazette. Any reexaminations at the initie-
tive of the Commissioner pursuant to § 1.520 will also
be anmounced in the Official Gazette. The announce-
mmtsbaﬂmcludeatlmtmedateofthereqmt,zf
any, the reexamination request coatrol number or the
Commissioner initiated order. control number, patent
number, title, class and subclass, name of the i inventor,
name of the patent owner of record, and the examin-
ing group to which the reexamination is assngned .
(d) All papers or copies thereof relating to a reex-
amination. proceeding which. have been entered of
record in the patent or reexamination file are open to

mspecuon by -the: general public; ‘and copm y be

-apon paying the fee: therefor. .
- {e) The file of any, interference mvolvmg P patent, a

mmtmy invention registration, -or. an: application. on
--whlchapamenthasbeensmedmwhnchlmbeen

published as a statutory -invention registration; is open
to inspection by the public; and copies may be ob-
tained upon paying the fee therefor, if: (1) the inter-
ference has terminated, or (2) an award of priority or
Judgmeuthasbeenenteredastoallpamesandall
counts. = -

‘ ‘[OMBCnnuolNo 0651-0010] -
(SUSC & 15USC. 1113, 1123)

[42 FR 5593, Jan. 28, 1977; 43 FR 28477, June 30, 1978; 46 FR
29181, Masy 29, 1981; para. (c), 47 FR 41272, Sept. 17, 1982, effec-
tive date Oct. 1, 1982 para. (8), 49 FR 48416, Dec. 12, 1984, effec-
tive date Feb. 11, 1985; parss. (a), (b) & (¢) 50 FR 9378, Mar. 7,
1985, effective date Mny 8, 1985)

1.12 mAssignment records open to public inspec-

(a) The assngnment records, relating to ongmal or
reissue patents, including digests and indexes, and as-
signment records relating to pending or abandoned
trademark applications and to trademark reglstrauons,
are open to public inspection and copies of any instru-
ment recorded may be obtained upon request and
payment of the fee set forth in § 1. 19(a}(5).

(b) Assignment records, digests, and indexes, relat-
ing to any pending or abandoned patent application
are not available to the public. Copies of any such as-
signment records and information with respect thereto
shall be obtainable only upon written authority of the
applicant or applicant’s assignee or attorney or agent
or upon a showing that the person seeking such infor-
mation is a bona fide prospective or actual purchaser,
mortgagee, or licensee of such application, unless it
shall be necessary to the proper conduct of business
before the Office or as provided by these rules.

(c) Any request by a member of the public seekmg

copies of any assignment records of any pending or

.. Rev. 1, Oct, 1985



_ the tp&licantrdor appbeent’s wfznee of sttomey’or
agent .

(@) An order fof a yo!anmignrneauhould
givetheidentiﬁeeﬁonofmerecord If identified oaly
‘bythenlmeofthemandnumberoftbepetem,
or in'the case of a trademark registration by the name
of the registrant and number of the registration, or by
“name of the applicant and serial number or interna-
‘tional application number of the application, an extra
’clnrge as set forth in 5121(&) will be made ‘for-the
time consumed m m:hng L] searcb for such asszgn-

113, Coples.and: mﬁﬂedcopie-

(a) Copies -of patents:and trademark regmnuons
: g ‘of any récords, books; pepers, ‘ordrawings be-
- longing o the Patent and Trademark: Office:snd open

to” the' public; willbe furnished by :the: Patent'and .

~‘Trademark: Office to-smy person, and copies of dther
“records-or papers will be furnishéd to persons: enntled
- thereto; upon payment ‘of-the fee thegefor. - . :
- (b} Such copies will be authenticated by the seal of
ithe ‘Patent: and Trademark Office.and certified-by. the
Commissioner, or in his name attested by an officer of
the Patent and Trademark :Office authorized by. the
Commissioner, upon payment of the fee for the au-
thentlcatlon cert:ﬁeate in addmon to the fee for the
copies. =~ .-
{oMB Control Nos 0651-0099 & 065]-0010]
(35 US.C. 10) '
114 . Patent applwetwns preserved in secrecy
(@ Except as provnded in § 1.11(b) pending patent
applications are preserved in secrecy. No information
will be given by the ‘Office respecting the filing by
any partlcular person ‘of an application for a patent,
the pendency of any particular case before it, or the
subject matter of any particular application, nor will
access be given fo or copies furnished of any pendmg
apphcatlon or papers relating thereto, without written
authority in that particular apphcatlon from the appli-
cant or his assignee or attorney or agent of record,
unless the .application has been identified by serial
number in a published patent ‘document or the United
States of America has been indicated as a Declgnated
State in a published international application, in which
case status information such as whether it is pendmg,
abandoned or patented may be supplied, or unless it
shall be necessary to the proper conduct of business
before the Office or as provided by this part. Where
an apphcatlon has been patented, the patent number
and issue date may also be supplied.
(b) Except as provided in § 1.11(b) abandoned ap-
plications are likewise not open to public inspection,

" Rev. 1, Oct, 1985

“cision” discloses ‘such information, the apphcant or

(c) Appl:emons for patents whu:h dmclose, or

."wmch appear to. disclose, or. which purport to dis-
close, . inventions or discoveries. relating to. atomic

energy. are reported to. the.. Department of Energy,
which; Department . will. be given access to such appli-

cations;.hut such reporting does. not. constitute & de-
_ termination. that the. subject matter of each application
{.80 reported.is-in-fact useful.or an invention or. discov-
* ‘ery-:or that' such spplication:in -fact disclotes subject
.mtter 'ﬁegmesspecrﬁedhy sectmns ISI(c)and

party shall identify the deletions in the text of the de-
cision considered necessary to- protect ‘the ‘informa-
tion. If it is considered the enmtire decision must be
withheld from the, _public to protect ‘such information,
the apphcant or party must explain ' why Applicants
or parties will be given time, not less than twenty
days, to request reconsideration and seek court review
before any portions of decisions are made public over
their objection. See §:2:27 for trademark applications.
. (e) Any request by: a. member of the public seeking
access to, or copies of, any pending or abandoned ap-
plication' preserved in secrecy pursuant to paragraphs
(a) and (b) of this section, .or.of any papers relating
thereto, must (1) be in the form of a petition and be
accompanied by the petition fee set forth in § 1.17(i)
or (2) include written authority granting access to the
member of -the public in that particular application
from the applicant or the applicant’s assignee or attor-
ney or agent of record

(Pub. L. 94-131, 89 Stat, 685 /35 US.C. 6, Pub. L. 97-24T; ll

[OMB Control Nos. 0651-0010 & 0651-0011}
U.S.C. 1113, 1123)
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edded, 47 FR!WL 2117, 1903, effosive; MM 1, 1982;
para. (b), 49 FR, 352, A

(@), 49 FR 48416, Dec. '12. 19:2"#!'&“% date | Feb. l,
(b). 30 FR 9378, Mar. 7, 1985. eﬂ'ective dm May 8, mﬂ )

118, Rmuufm'w , xmﬂﬂ.
(a)RequonWanotduthMpuwc
as part of the reguler informationel activity of the
Patent and Trademark Office and which are not oth-
erwise dealt with in the rules in this part may be
‘made by completing Form CD-244, “Application to
Inspect Department Records,” and submitting this
form, in person or by mail, to the Commissioner of
Patents and Trademarks, Washington, D.C. 20231. A
nonrefundable application fee of $2 must sccompany
each apphcauon. Copies_of Form. CD-244 are avail-
able in the Central Reference and Records Inspection
Facility, Room 2122, Department of Commerce
Building, Washington, D.C. 20230, the search room of
the Patent Reference Branch of the Patent and Trade-
mark Office, the search _room, of the rademark Ex-

amining Operat:m;,

merce. If thg: reqms

person, said person’ shall ‘e notified in writing of that

fact and the reasons why the record will not be dis-
closed. If the record is to be niade ‘available; inspec-
tion will be permitted in the’ appropnate Patent and
Trademark Office search room. Fees for copies of
records and for séarches and. related services are pay-
able in accordance with the schedule of fees and
charges established in § 4.8 of Title 15, Code of Feder-
al Regulations.

(b) Any person whose application to inspect a
record has been refused may request & reconsideration
of the initial denial by completing and submitting the
appropriate section of the Form CD-244. The request
for reconsideration should be made within 30 days of
the date of the original denial. In submitting such re-
quest the party should include any written argument
he desires to. support his belief that the record re-
quested should be made available. No personal ap-
pearance, oral argument, or hearing shkall be permit-
ted. The decision upon such request shall be made by
the Commissioner of Patents and Trademarks and
shall be based upon the original request, the denial,
and any written argument submitted by the person
seeking access to the record. The decision upon
review shall be promptly made in writing and com-
municated to the person seeking access. If the deci-
sion is wholly or partly in favor of availability, the re-
quested record to such extent shall be made available
for inspection as described in paragraph (a) of this
section. To the extent that the decision is adverse to
the request, the reasons for the denial shall be stated.
A decision upon review completed as provided herein
shall constitute the final decision and action of the
Patent and Trademark Office as to the availability of

R—11
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[42 FR 5593, Ja. 28, 1977; 43 FR 20462, May 11, 1978; pera. (&)

nteqnwed record exceptumybeteqmwdw
i paibusint” 5’ 'US.C.

1upmctiwd herein shallbeindexed"ﬂx&mﬂde gvail-

gble im the wchromdthemuntkeférme

| Bmlch.

iy S LAY
acomorotherauthontyshnnbethosesetfwthm
%’ofbepmmentcrdet&(nmﬂmmly
(Sec. 1, 66 Seat. 793, 81 Stat. 54; § U.S.C. 552, 35 U.SC. 6)
[32 FR 13812, Oct. 4, 1967; 34 FR 18857, Nov. 26, 1969] -
FEES AND PAYMENT OF MONEY

1.16 National application filing fees.

(a) Basic fee for filing each applxcanon for
an ongmal patent,«‘ : except dalgn or

By 2 small entlty (§ 1. 9(0) “17.00
By other than a small entity .................. T 3400

() In addition to the basic filing fee in an

original application, for filing ‘or later
presentation of éach claim (whether in-
dependent or dependent) in éxcess of 20
(Note that § 1.75(c) indicates how mul-
tiple dependent clasims are considered
for fee calculation purposes.): -
By a small entity (§ 1.9(0) .....ccocovneneuneee 6.00
By other than a small entity .........cccun... 12. 00
(d) In addition to.the basic filing fee in an
original applxcatlon, if the appllcatlon
contains, or is amended to contsin, a
multiple dependent claim(s), per appli-
cation:
By a small entity (§ 1.9(D)} ....veererrrenrenne 5500
By other than a small entity ........... - 110.00
(If the additional fees required
by paragraphs (b), (c) and (d)
are not peid on filing or on
later presentation of the claims
for which the additional fees
are due, they must be paid or
the claims cancelled by
amendment, prior to the expi-
ration of the time period set
for response by the Office in
any notice of fee deficiency.)
(e) Surcharge for filing the basic filing fee
or oath or declaration on a date later
than the filing date of the application:
By a small entity (§ 1.9(D)) ..c.oeeevrerneneen §5.00
By other inar 2 small entity .................. 110.00

Bev. 1, OQet. 1985



137

(l) Basic fee for:ﬁhnz each, glint pplica
tion:

Bya 8mall entity (§ 1.9(f) ...
By other’ than aystngal] e(nt ity ...
(h) Basic fée for ﬂlmg uch reissue appl

cntmn o ‘ o
By a small enmy ($1. 9(t)) ............... e

By other then & small entity.........cco0uee.

(i) In addition to the basic filing fee in a
reissue epplication, for filing or later
presentation of each independent claim
which is in ‘excess of the nimber of
independent: claims- in.. . the:- original -
patent:

By a small entity (§ 1.9(D)).......coo00rrevnens . 17.00

By other than a small enti creesens . 34.00
() In addition to" the basic’ ﬁlmg ina
., Xeissue application, for filing or later
prwentatlon of each

. . 110.00

22000
'170.00
340.00

."."n.k .‘; ‘ ﬁ‘a*n fi €
§ 1.75(c) ‘indicdtes how multnple . e
- pendent claims are consxderegl for fee = -

" . 'L- :6?(,1)
. 1200

purposes.): ‘A
By a small ent:ty (§ l 9(i)

cation ﬁlmg prbcessxfig fees)

{(35USC. 6 Pub L. 98—622)

{Added 47 FR 41273, Sept. 17, 1982 effectlve dateOct. l 1982; 50
FR 31824, Aug. 6, 1985, effective date Oct. 5, 1985) :

117 Patent applieatl_on processmg fees.

(a) Extension fee for response wnthm ﬁrst
month pursuant to § 1.136(a):

. By a small entity (§ 1.9(0) ..ccoo0ovevecmnnne , $28.00
By other than a small entity .......ccocoeeen..  56.00
(b) Extension fee for response within .
second month _pursuant to § 1. 136(a):
By a small entity (§ 1.9()) ..ccceererrvennee 85.00
By other than a small entity ....... 170.00
(c) Extension fee for response within third
month pursuant to § 1.136(a):
By a small entity (§ 1. E1(7) PRSI 195.00
By other than a small entity .................. 390.00
(d) Extension fee for response within
fourth month pursuant to § 1.136(a):
By a small entity (§ 1.9(0)) ..c.cecovrencnuenne 305.00
By other than a small entity .................. 610.00
(e) For filing a notice of appeal from the
examiner to the Board of Patent Ap-
peals and Interferences:
By a small entity (§ 1.9(6)) .....cooceeveueeenee 65.00
By other than a small entity .................. 130.00

Hev. 1, Oct. 1985
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fj(f) ‘ addim w;hefeof& ﬁlmsu notioe R
’fou'fﬂiﬂstbnefmwppm'tof" B

By a spull enhty (‘{,}I ’/9(0) teesestsnssssness

By other 'then's's

In;:cferenc« in appeal under 35 U.S.C.
‘By a small eatity (§ 1.9().....cco00nn.. senene
- By other than a small entity .........convnene
(h)ForﬁlmgapemiontotheOommis-

sioner under a section of this part listed

below which refers to this paragraph.......
§ 1.47—for filing by other than all
“the inventors or a person not the
"inventor.

' ,_"jf§ l 48—for correctlon of mventor-'

ofa mamtenance fee., ﬁled ‘prior to _‘
. expxrauon of patent o
~§ l.378(e)-—for reconsxderatlon of de-

_cision on petition : refusing to ..

| accept. delayed payment of mainte-
_nance fee in expired patent -

, § 1.644(e)~—for petition in-an interfer-
ence.

§ 1.644(f)—for request for reconsxder—
. ation_of a decision on petition in an
interference. o

§ 1.666(c)—for late filing of interfer-

* ence settlement agreement. .

§8 5.12, 5.13, and 5.14—for expedited
- handling - of foreign filing license.

§ 5.15—for changmg the scope of a
‘license. -

§ 5.25—for retroactive license.

(i) For filing a petition to the Commis-
sioner under a section of this part listed
below which refers to this paragraph.......

§ 1.12—for access to an assignment

‘record.

§ 1.14——for access to an application.

§ 1.55—for entry of late priority
papers.

§ 1.102—to make application special.

§ 1.103—to suspend action in applica-
tion.

§ 1.177—for divisional reissues to
issue separately.

§ 1.312—for amendment after pay-
ment of issue fee.
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WILTH gmttlemment IW'

51313--towithdmwm‘
from'issise. ° S
glalkmm&mnceoﬂpmm
l334—forp¢témmiametomisn )
ec, assignment recorded fate. -
§lé66(b)—fdrweeatointerferenee ‘.

() For filing &' petition to- institute a
public use ps g under §'1.292......... '
(k) For proces ssing an application filed
with & s tion in & non-English
language (§ L 52(d)‘
@ For filing a petition (1) for the revival -
' ‘of an unavoidably abandoned applica-
- “tion under 35 U.S.C. 133, or 371, or (2)
for delayed- ‘payment of the issue fee
under 35 US.C. 151: -
By a stiall entity (§ 1.9(D) ..ccoovueerinnn: veene
By other than s small entity .........coiveeee
(m) For filing a petition (1) for revival of -

$60.00

26.00

2800
* 56.00

. an uninteationally ‘abandoned applica-

en or (2) for the unmtenttonaﬂy des” "
iyed payment of the fee for _tssumng a?‘ R

Bya smal} entxty (§ l 9(0) 280.00
By other than a small enhty

tory invention registiation prior to’ ‘the
mailing of ‘the first’ examiner’s action’

"+ ‘pursvant to § 1.104—$400.00 reduced by

- 'the amount of the apphcatton bas:c ﬁlmg S

fee paid. - o
(o) For reqnestmg pubhcatton of a statu-"~~
tory invention regxstratxon after the
mailing of the first examiner’s action

pursuant to § 1.104—$800.00 reduced by
the amount of the apphcatlon basic fi hng

fee paid.

(35 US.C. 6, Pub. L. 97-247; 15 U.S.C: 1113, 1123; 35 US.C. 6, 41,

181--188; Export Administration Act of 1979, ss smended; Arms
Export Control Act, as amended; Atomic Energy Act of 1954, as
smended; Nuclear Noa-Proliferation Act of 1978, end the delege-
uonsmtheregtﬂationsunderthmactstotheCommmmerb

regulations (15 CFR 370.10G); 22 CFR 125.04, and 10 CFR 810.7))
[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
pars. (h), 48 FR 2708, Jan. 20, 1983, effective date Feb. 27, 1983;
para. (h), 49 FR 13461, Apr. 4, 1984, effective date June 4, 1984;
para. (h), 49 FR 34724, Aug. 31, 1984, eflective date Nov, 1. 1984;
parss. (e), (&), (h) & (i), 49 FR 48416, Dec. 12, 1984, effective date
Feb. 11, 1985; paras. (h), (n) & (c), 50 FR 9379, Mar. 7, 1985, effec-
tive date May 8, 1985; 50 FR 31824, Aug. 6, 1985, effective date
Oct. S, 1985}

1.18 Patent issue fees,

(a) Issue fee for issuing each original or
reissue patent, except a design or plant

patent:
By a small entity (§ 1.9(5) ........ccoovnnncees $280.00
By other than a small entity ........cceceen. 560.00
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© IBV“Q;“'}M‘W entity .. wwee . 200,00
c) Issue fee for issuing a plantpcteﬁt-'k

By a small entity (§ 1. 9(1)) sossssssenasesssenses . 140.00

By other ﬂm 8 mll eatity .......... wonsenne . 280.00

(35USC. 6 15 USC. 1113. 1123)

[Added 47 FR 41273, Sept, 17, 1982, effoctive date Oct. 1, 1982; 50
FR 31824, Aug. 6, 1985, effective date Oct. 5, 1985]

1.19 Document supply fees.
The Patent and Trademark Office will supply
copies of the. followmg docnments upon payment of

‘the fees mdxcated

(a) Uncemﬁed copm of Oﬁw docu-'
ments: - - o
(l) Prmted copy of a patent, mclud-* R
ing a design patent;: Statatory in- <
vention registration, - or defensive = - -
publication documerit; except color- - -
plant patent or color statutory in-
vention registration ‘ 1.50
(2) Printed copy of a plant ‘patent or s
statutory invention  registration in
color .
-3 Copy of patent apphcmon as
filed.

600

: 9.00
-(4) Copy of patent file wrapper and :
" ‘contents, each 200 pages or frac-
tion thereof
(5) Copy of Office records;-except as
otherwise provided in this section,
per page.
(6) Microfiche copy of microfiche,
per microfiche
(7) Copy of patent assignment record ..
(b) Certified copies of Office documents:
(1) For certifying Office records, per
certificate
(2) For a search of assignment
records, abstract of title and certifi-
. cation, per patent
(c) Subscription services: _
¢8); Subscnptlon orders for printed
copies of patents as issued, annual
service charge for entry of order
and ten subclasses .
(2) For annual subscription to each
additional subclass in addition to
the ten covered by the fee under
paragraph (c)(1) of this section, per
subclass
(d) Library service (35 U.S.C. 13): For
providing to libraries copies of all pat-
ents issued annually, per annum................

75.00

0.50

0.50
1.50

3.00

12.00

7.00

0.70

30.00
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(e)l..istofpat ts in subclass; S et 1on
_ (1) Fot’ If-i oranuniufd sum pa:-, I
" ents and stawtory mvemiou regis-
trations in a subclass, per 100 num-
. bers o fraction thereof ... w . 100
" (2) For list of United States patents o
7 and statutory inveation registra-
tions in a subclass limited by date
or number, per 50 numben of frac-

tion thereof ..... 1.00

(f) Microfiche copy of patent file record..... 6.00
(g) Uncertified statement as to status of
the payment of maintenance fees due

on & patent or expiration of & patent ........ 3.00
, u(h) ‘Uncertified copy of a non-United
" States patent document, per document.... 10.00

(i) To compare and certify copies made
from Patent and Trademark Office
records but not prepared by the Patent
and Trademark . Ofﬁce, per copy of

document ;,.iio , v . 500
@ Addmonal ﬁlmg reoelpts. e
Duplicate ..., seinneninens - 14.00

Corrected due- to apphcant [ 1) ORI S 14.00

[OMB Control No. 0651-0010] ‘
(35 US.C. 6, Pub. L. 97-247; 15 US.C. 1113, 1123)

"[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
para. (b), 49 FR 552, Jan. 4, 1984, effective date Apr. 1, 1984;
paras. (f) & (g) added, 49 FR 34724, Aug. 31, 1984, effective dste
Nov. 1, 1984; parss. (8) & (), 50 FR 9379, Mar. 7, 1985, ‘effective
date May 8, 1985; 50 FR 31824, Aug. 6, 1985, effective date Oct. 5,
1985) L

1.20 Pest-lssuance fees.

.("a) For providing a certificate of correc-

tion of applicant’s mistake (§ 1.323).......... $29.00
‘(b) Petition for correction of inventorship
* in patent (§ 1.324) vt - 140,00
(c) For filing a request for reexamination '

(§ 1.5102)) eoooe. 1,770.00

(d) For filing each statutory disclaimer

(§ 1.321):

By a small entity (§ 1.9()) ....ccocevvnenvnnes 28.00

By other than a small entity ......... reeeseens 56.00
(¢) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
December 12, 1980 and before August
27, 1982, in force beyond 4 years; the
fee is due by three years and six months

after the ongmal grant............. 225.00
(f) For maintaining an original or relssue
patent, except a design or plant patent,
based on an application filed on or after
December 12, 1980 and before August
27, 1982, in force beyond 8 years; the
fee is due by sevenm years and six

months after the original grant ................. 445.00

Th
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(g) For majntsining an.original or.reissue |

patent, except a dwgn or plant patent,. . 3

on an. filed on or after

December 12, 1980 and before August
27, 1982, mforcebeyaml 12 years; me. s
fee is due by eleven years and six ..
months after the origingl Grant ........cceer.. .

(h) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
August 27, 1982, in force beyond 4
years; the fee is due by three years and
six months after the original grant:

By a small entity (§ 1.9(6) -..eccreercervernee |

By other than & small entity.......cecreeeese

(i) For maintsining an original or reissue
patent, except & design or plant patent,

based on an application filed on or after .
- Avugust 27, 1982, in force beyond 8
years; the fee is due by . seven years . and

six months after the original gran

By a small entity (§ 1.96)) rcvoeenrivre
By other than a small entity... seceinsesperase

() For maintaining an original or reissue

August 27,. 1982, in force beyond 12

years; the fee is due by eleven years. .

and six months after the original grant:

By a small entity (§ 1.9(0) ...oocererereeen 6

By other than a small entity .........ccc......

(k) Surcharge for paying a maintenance
fee during the 6-month grace period
followmg the expiration of three years
and six months, seven years and six
months, and eleven years and six
months after the date of the original
grant of a patent based on an applica-
tion filed on or after December 12,
1980 and before August 27, 1982..............
() Surcharge for paying a maintenance
fee during the 6-month grace period
followmg the expiration of three years
and six months, seven years and six

months, and eleven years and six

months after the date of the original
grant of a patent based on an applica-
tion filed on or after August 27, 1982:
By a small entity (§ 1.9) ...c.cccnvvvvnnn.
By other than a small entity .......courerenee
(m) Surcharge for accepting a mainte-
nance fee after expiration of a patent
for non-timely payment of a mainte-
nance fee where the delay in payment
is shown to the satisfaction of the Com-
missioner to have been unavoidable.........

(35 US.C. 6 15 US.C. 1113, 1123)
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670.00

225.00
450.00

445.00
. 890.00

 Peted om anape design or plant patent, . .
e on an aPPhcatxon ﬁled on or after. -
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47m41274,sm|1. 9::,  dase Oct, §, mz,

‘() (1) & (m) added, 49 FR Au..Jl 1984, effective
Nov:'t, 1984; pares: (6), (D), (@) & ().aonmmv.ms.
effoctive dete May 8, 198% 30 FR 31 .Aw&lﬂ’.eﬂeed\re
uo«.s.xml

!.21 Mueenmourmmdw

Thcl’ltentmd’l'udmk()mcehmaublmhed
the following fees for the services indicated: .

() Registration of attorneys and agents:
(1) For admission to examination for
registration to practice, fee paysble
upon applicmon
(2) On registration to practice
(3) For reinstatement to practice
(4) For certificate of good standing
. 88 8N SttOrney Of 8ZEHT..wmemeicrensenes
.- Suitable for »framing :
.(5) For review of a decision of the
. Director of Em'ollment and Dmm
-, pline under §:10.2(c)....

92.00

92,00

- 20.00

20.00

6.00
43.00

28.00

14.00
0.20

7.00

(6) ‘For requesting regrading of an .
; [1h-examination undet B 10 7(c) ............ o
)Depomaccounts
(l)Forestabhshmgorremstannga~. C
deposit account i - . .800
(2) Service charge for each month .
‘ - when the balance at the end of the -
. month is below $1,000 ....ccecrererrenens
- (3) Service charge for each month
.- . when the balance at the end of the
. _mon_th is. below. $300 for restricted
subscription deposit accounts used
exclusively for subscription order
of patent copies as issued
(c) Disclosure document: For ﬁlmg a dis-
closure document
(d) Delivery box: Local delivery box
rental, per annum
© Internauonal-type search reports: For
preparing an international-type search
~report of an international-type search
made at the time of the first action on
the merits in a national patent applica-
tion
(f) Search of Office records: For search-
ing Patent and Trademark Office
records for purposes not otherwise
specified, per one-half hour or fraction
thereof. .
(g) CopiShare card: Cost per COpY......ceeeeeee
(h) Recording of documents:
(1) For recording each assignment,
agreement or other paper relating
to the property in a patent or ap-
plxcatlon
(2) Where a document to be recorded
under paragraph (h)(1) of this sec-
tion refers to more than one patent
or application, for each additional
patent or application

2.00

123

(z) Publication in Officiel Gasetss: For
in the Officlal Gagetse of & -
notice of the availability of an applice-
tion or a patent for licensing or sale,
each application or patent............ T
(j) For a duplicate or replacement of a
permmemom‘:eumpmm«eisno
clmge I’m the first perment user

pass).
(k)Formmtandservieeo,thattheCom
missioner finds may be supplied, for
which fees are not specified by statute
or by this part such charges a& may be
" determined by the Commissioner: with
respect to each such item or service.........
(1) For processing and retaining any appli-
cation sbandoned pursuant to § 1.53(d)
uniess the required basic filing fee has
been paid '
(m) For processing each check retnmed
“tmpmd” by a bank

7.00

5.00

[OMB Coatrol No. 0651-(1)10] ..
(5USC. 6 Pub. L. 97-247; 15 USC 1113 1123)

[Added 41'FR 41274 Sept l7 1982, effective date Oct. 1, 1982,
parss. (6) & (1), 49 FR 553, Jan. 4, 1984, effective date Apr. 1,
1984; perss. (a)(5) & (6) added, SDFR 5171, Feb. 6, 1985, effective
Apr. 8, 1985; SO FR 3!825 Aug 6, 1985, eﬂ'ecuve date Oct. §,

1985}
'1.22 Feg_ payable in sdvance.

(a) Patent and trademark fees and charges payable
to the Patent and Trademark Office are required to be
paid in advance, that is, at the time of reqnestmg ‘any
action by the Office for which a fee or charge is pay-
‘able with the exception that under § 1.53 applications
for patent may be assigned a filing date without pay-
ment of the basic filing fee. .

(b) All patent and trademark fees pald to the Patent
and Trademark Office should be itemized in each in-
dividual application, patent or other proceeding in
such a manner that it is clear for which purpose the
fees are paid.

(35 US.C. 6, Pub. L. 97-247)
[48 FR 2708, Jan. 20, 1983, effective date Feb. 27, 1983]

1.23 Method of payment.

All payments of money reguired for Patent and
Trademark Office fees, including fees for the process-
ing of international applications (§ 1.445), should be
made in U.S. specie, Treasury notes, national bank
notes, post office money orders, or by certified check.
If sent in any other form, the Office may delay or
cancel the credit wntil collection is made. Money
orders and checks must be made payable to the Com-
missioner of Patents and Trademarks. Remittances
from foreign countries must be payable and immedi-
ately negotiable in the United States for the full
amount of the fee required. Money sent by mail to the

R—1§ Rev. 3, Oct. 1985
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Patcnt and Fredemark Office will be at the risk of the
sender; letters conteining money nhould be registered.
(Pub. L. 94-131, 89 Stat. 685)

[43 FR 20462, May 11, 1978)

1.24 Coupons.

Coupons in dencminations of one. dollar for the pur-
chase of trademark registrations and one doller and
fifty cents for the purchase of patents, designs, defen-
sive publications, and statutory invention registrations
are sold by the Patent and Trademark Office for the
convenience of the genmeral public; these coupons may
not be used for any other purpose. The one dollar
coupons are sold individually and in books of 50 with
stubs for record for $50 and the one dollar and fifty
cent coupons are sold individually and in books of 50
with stubs for record for $75. These coupons are
good until used; they may be transferred but cannot
be redeemed. _ o
f{OMB Control:No: 065]-&)!0]
(35 U.S.C. 6, Pub. L. 97-247) : :
(48 FR 2708, Jan. 20, 1983, effective date Fcb 2, 1983 47 FR

41274, Sept. 17, 1982, effective date Oct. 1, 1982; 50 FR 31825,
Aug. 6, 1988, effective date Oct. §, l985]

1.25 Deposit asccounts,

(a) For the convemence of attomeys, agents and
the general public in ‘paying any fees due, in ordering
services offered by the. Office, copxcs of records, etc.,
deposit. accounts may be established in the Patent and
Trademark Office upon payment of the fee for estab-
lishing a deposit account (§ 1. 21(b)(1)) A minimum
deposrt of $1,000 for paying any fees due or in order-
mg any services offered by the Office. However, a
minimum deposit of $300 may be paid o establish a
restricted subscnptmﬂ deposit account used exclusive-
ly for subscription order of patent copies as issued. At
the end of each month, a deposit -account statement
will be rendered. A remittance must be made prompt-
ly upon receipt of the statement to cover the value of
items or:services charged to the account and thus re-
store the account to its established normal deposit. An
amount . sufficient to cover. all fees, services, copies,
etc., requested must always be on deposit. Charges to
accounts with insufficient funds will not be accepted.
A service charge (§ 1.21(b)(2)) will be assessed for
each month that the balance at the end of the month
is below $1,000. For restricted subscription deposit
accounts, a service charge (§ 1.21(6)(3)) will be as-
sessed for each month that the balance at the end of
the month is-below $300.

(b) Filing, issue, appeal, international-type search
report, international application processing, petition,
and post-issuance fees may be charged against these
accounts if sufficient funds are on deposit to cover
such fees. A general authorization to charge ali fees,
or only certain fees, set forth in §§ 1.16 to 1.18 to a
dcposnt account containing sufficient funds may be
filed in an individual application, either for the entire
pendency of the application or with respect to a par-
ticular paper filed. An authorization to charge to a
deposit account the fee for a request for reexamina-

"Rev. 1, Oct, 1985

‘feexamination ‘proceeding, a

uonpumnmtoﬁlsmappgn“ fees 1

a reexamination. proceeding, in. 8 patent may also, be
filed with the request for: reexamination. ‘An authori-
zatrmtochargcafeetoadcpomtaccountwrllrlotbe

present in the account to cover the fee.

[OMB Controt No. 0651-0010)
(35 US.C. 6, Pub. L. 97-247)

[49 FR 533, Jan. 4, 1984, clfccnvc dlte Apr 1, 1984; 47 FR 41274,
Sept. 17, 1982, effective date Oct. 1, 1962; 5OFR 31826. Aug. 6
1988, effective date Oct. 5 1985] ‘

126  Refunds.

(a) Money: psid by actual mmtakc or in excess, such
as a payment not required by law, will be refunded,
but a mere change of purpose after the payment of
money, as whern a party desires to withdraw an appli-
cation, an appeal, or. a-request:for-oral hesring, will

- mot entitle a party to demand such & return.' Amounts

of one dollar-or less will not be:returned unless'specif-

"ically demanded withiii a'réascnable time, nor will the

payer be notified of such amount;:amounts ovér oae

dollar may be:returned: by: check:or; if requested by
credit (o a. deposrt account.
(b) [Reserved) o
(c) If the Cdmmrsslone“ 'dec ; i

a refund of $1; 30000 will

be made to thie feqiester of the proceedmg Rcexf:r:;'

ination requesters should indicate whether any re
should be made heck or by credrt‘to deposxt
3s5USC. 6 15 US.C. 1113' 1123)

[47 FR 41274, Sept, 17,1982, effective date Oct. 1, 1982; 50 FR
31826, Aug. 6, 1985, effective date Oct. S, 1985]

1.27 Statement of status gs smeﬂ entity

(a) Any person seeking to establish'status as a small
entity (§ 1.9(0) of this ‘part) for purposes of paying fees
in an applrcatlon or-& patent must file & verified state-
ment in the application or patent prior-to or with the
first fee paid as a small entity. Such a verified state-
ment need only ‘be filed once in an application or
patent and remains in effect until changed.

(b) Any verified statement filed pursuant, to para-
graph (a) of this section on "behalf of an mdepcndent
inventor must be srgned by the independent inventor
except as provided in §1.42, § 1.43, or § 1.47 of this
part, and must aver that the inventor qualifies as an
independent inventor in accordance with §I9(c) of
this part. Where there are joint inventors in an appli-
cation, each inventor must file a verified statement es-
tablishing status as an independent inventor in order
to qualify as a small entity. Where any rights have
been assigned, granted, conveyed, or licensed, or
there is an obligation to assign, grant, convey, or li-
cense, any rights to a small business concern, a no
profit organization, or any other individual, a veriﬁ’
statement must be filed by the individus!, the owne
of the small business concern, or an official of the

R—16
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licens to s Fedeéral ; ngemy muluns from a
funding ' \mthtbatlaency pursuant to 35
U.S.C, 202(c)(4) does not constitute & license as set
forth in § 1. 9 of this part.

(c) Any verified smcment filed pummnt to para-
graph, (a) of this section on ‘behalf of a small busmesa
concern must (1) be signed by the owner or an offi-
cial of the small business concern empowered to act
on behalf of the concern; (2) aver that the concern

qualifies as a small business concern as defined in
§ 1. 9(d), and (3) aver that exclusive rights to the in-
vention have been conveyed to and remain with the
‘small’ busums concern, or if the nghts are not exclu-
sive, that all other nghts belong to small entities as
deﬁned in "§ l 9 Where the nghts of the small busx-

; (
‘a nonproﬁt orgamzatxon as defined in § T 9(e) of this
part spemfymg under which’ one of § 1:9(e) (1), (),
(3), or (4) of this part the’ orgamzanon ‘qualifiés; ‘and
()] aver that excluswe nghts ‘to’ the invention: have
been conveyed to and remain with the organization or
if ‘the rights are not exclusive, that all other rights
belong to small entities as defined in § 1.9 of this part.
Where'the nghts of the nonprofit organization as a
small entity’ are not exclusive, a verified statement
must also be filed by the other small entities having
rights averring to their status as such. For purposes of
a verified statement under this paragraph, a license to
a Federal agency resulting from a funding agreement
with that agency pursuant to 35 U.S.C. 202(c)(4) does
not constitute a conveyance of rights as set forth in
this paragraph.
[OMB Control No. 0651-0011]
(35 U.S.C. 6, Pub. L. 97-247; 15 US.C. 1113, 1123)

{47 FR 40139, Sept. 10, 1982, added effective Oct. 1, 1982; para. (c)
added, 47 FR 43276, Sept. 30, 1982, effective date Oct. 1, 1982;
paras. (b), (c), & (d), 49 FR 553, Jan. 4, 1984, effective date Apr. 1,
1984]

1.28 Effect on fees of failure to establish
status, or change status, as a small entity.

(a) The failure to establish status as a small entity
(5§ 1.9(f) and 1.27 of this part) in any apphcatlon or
patent prior to paying, or at the time of paying, any
fee precludes payment of the fee in the amount estab-
lished for small entities. A refund pursuant to § 1.26

PATET R i 301

of this part, bmdm , establis
‘status, ohportionoff 2 tiﬁu:y

y S p =_‘
'§1 60 or § 1.62 of ‘this part Apphcattons filed under
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status as a emall entity y on
umednfa venﬁedstatmentundcrﬁll‘landnm-

,quwforarefundot‘thccxcessumountareﬁled

within two months of the date of the timely payment
of the. full fee. The two-month time period. is;not ex-
tendable. under § 1.136. Status ss a small entity is
waived for any fee by the failure to. establish the
mtuspnortopaymg.atthcumeofpaymg,ormthm
two months of the date of payment of, the fee. Status
as a small entity must be specifically established by a
verified statement filed in each application or patent
in which the status is available and desired, except
those apphcatlons filed under § 1.60 or § 1.62 of this
part where the status as a small entity has been estab-
lished in a parent application and is still proper. Once
status as a small entity has been established in an ap-
phcatmn or patent,, the status remains in that applica-
tion or patent without the ﬁlmg of a further verified

§ 1.60 or § 1.62 of this _part must include a referenCe
to a verified statement in a parént application !f status
as a small entity is still proper and desired.
(b)Once status:as‘a’ small entity -has ‘been éstab-
lished - in .an -application. or- patent, fees as a. small
entity may thereafter be paid in that . apphcatwn or
patent without regard to a change in status until the
issue fee is due or any maintenance fee is due., Notifi-
cation of any change in status resulting in loss of enti-

tlement to small enuty status must be filed in the ap-

pllcatlon or patent prior to paymg, or.at the' tlme of
paying, the earliest of the issue fee or ‘ary mainte-
nance fee due after the date on which siatus as a small
entily is no loiger appropriate pursuant to §1.9 of
this part. The notification of change in status may be
signed by the appllcant, any person authorized to sign

‘on behalf of the assngnee, or an-attorney or agent of

record or acting in a representative capacity pursuant

to § 1.34(a) of this part.

(¢) If status as a small entity is established in good
faith, and fees as a small entity are pald in good faith,
in any application or patent, and it is later discovered
that such status as a small entity was established in
error or that through error the Office was not notified
of a change in status as required by paragraph (b) of
this section, the error will be excused (1) if any defi-
ciency between the amount paid and the amount due
is paid within three months after the date the error
occurred or (2) if any deficiency between the amount
paid and the amount due is paid more than three
months after the date the error occurred and the pay-
ment is accompanied by a verified statement explain-
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.stat\uuuma!lcntityor(if)payfeuuamllenﬁty
\Mbemddaeduafraudprwﬁoedormmed
“'on the Office. o

&)Mpropedytndthroushzrounegﬁmce(i)u-
‘ ‘status o8 a emall entity or (if) paying fees as
‘amnenﬁtyshlﬂbecomndereduahudprwﬁeed
‘or attempted oa the Office. SeeﬂlSé(d)amdlsss
of this part.

(35 US.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1125)

"[47 FR 40140, Sept. 10, 1982, sdded effective Oct. 1, 1982; para.

(s), 49 FR 553, Jun. 4, 1984, effective date Apr. 1, 1964]

Subpart B--Nationsl Processing Provisions

Pnosscrmon OF APPLICATION AND APPOINTMENT
- OF ATTORNEY OR AGENT

l Appliunts my be repreuented by a regis-
tered sftorney or agent.

. Anapphcantforpateutmayﬂleandprosecutehls
}orherowncase,orhcorshemaybercpmaentedby
& Tegistered stfomey, registered. agent, or other indi-
athorized to. practice before the Patent and
,Trademar Oﬁce in patent cases. See §§ 10.6 and 109
. : apter. The Patent and “Trademark Ofﬁce
.cannot. azd m the sclectlon ofa reglstered attorney or
.agent. _
{OMB Coatrol No.. 0651-0011] ,

[50 FR 5171, Feb. 6. 1985, eﬁ'ectlve date Mar. 8, 1985]

132 - Prosecution by assignee. -

" ‘The assignee of record of the entire interest in an

“application for patent is entitled to conduct the pros-

~ecution of the apphcauon to the exciusion ot' the in-
ventor. -

1.33 - Correspondence respecting patent applica-
 tions, reexamination proceedings, and other
proceedings. ‘

~ (a) The residence and post office address of the ap-
plicant must appear in the oath or declaration if not
stated elsewhere in the application. The applicant may
also specify and an attorney or agent of record. may
specnfy a correspondence address to which communi-
cations about the application are to be directed. All
notices, official letters, and other communications in
the case will be directed to the corrwpondcnce ad-
dress or, if no such correspondence address is speci-
fied, to an attorney or agent of record (see § 1.34(b)),
or, if no attorney or agent is of record, to the appli-
cant, or to any assignee of record of the entire interest
if the applicant or such assignee so requests, or to an
assignee of an undivided part if the applicant so re-
quests, at the post office address of which the Office
has been notified in the case. Amendments and other
papers filed in the application must be signed: (1) By
the applicant, or (2) if there is an assignee of record
of an undivided part interest, by the applicant and
such assngnee, or (3) if there is an assignee of record
of the entire interest, by such assignee, or (4) by an

Hev. 1, Oct, 1985
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tomyorlscnt,otw:thmorethmonemomeyer

_agent, will not be undertaken. If more than one attor-

ney or agent be made of record and & correspondence
address has not been specified, cofrespondence will be
heldwnhtheonelastmadeofrecord o

(b)Anapplwantwhohastdcofrecordareg-
istered attorney or ageant may be required to state
whether he received assistance in the preparation or
prosecution of his apphatxm, for which any compen-
satiom or consideration wes given or charged, and if
so,toduclosethenameornamesofthepemonor
persons providing such assistance. This includes the
preparation for the applicant of the specification and

‘amendments or other papers to be filed in the Patent

andTrademarkOiTce,aswellasotherasslstmcem
such _matters,“but dow not ’mclude 'metcly makmg

than ome owner by all the owners, or by an attomey
or agent of record in the patent file, or by a regstered
attorney or agent not, of record who acts in a repre-
sentative capacity. under the provisions of § 1.34(a).
Double correspondence with the patent owner or
owners and the patent owner’s: attomey or agent, or
with more than one attorney or agent, will not be un-
dertaken.. If more than one attorney or agent is of
record and a correspondence address has not been
specified, correspondence will be held with the last
attorney or agent made of record.

(@ A “correspondence address” or. change thereto
may be filed with the Patent and Trademark Office
during the enforceable life of the patent. The “corre-
spondence address” will be used in any correspond-
ence relating to maintenance fees unless a separate
“fee address” has been specified. See § 1.363 for “fee
address” used solely for maintenance fee purposes.
[OMB Coatrol Nos. 0651-0010 & 0651-0011]

[36 FR 12617, July 2, 1971; 46 FR 29181, May 28, 1981; para. (d)

added, 49 FR 34724, Avg. 31, 1984, effective date Nov. 1, 1984;
para. (c), 50 FR 5171, Feb. 6, 1985, effective date Mar. 8, 1985)

1.34 Recognition for representation.

(a) When a registered attorney or agent acting in a
representative capacity appears in person or signs a.
paper in practice before the Patent and Trademark
Office in a patent case, his or her personal appearance
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“Of - ahiglhl oomtitute a m@tm o the
PetentdemdemarkOﬁicethatummWom
gions of this Subchapter and the law, he or she is au-
thomodtorepresenttheputwuhrpmymwhme
behalf he or she acts.. In filing such a peper, the regis-
tered attorney or sgent should s his or her reg-
istration number With his or her' Hgnature ‘Further
proof-of authority to act: m & repreueamwe capucxty
may be required.

' (b) When an nttomey or agent slull have ﬁ!ed l'us
or ket power of attorney, or authorization, duly exe-
cuted by the person or persons entitled to prosecute
an application or & patent involved in a reexamination
ptooeeding, he or she is a principal attorney of record
in the cise. A principal attorney or agent, so appoint-
“ed, may appomt an assocnate attomey or agent who
shall also then be of record

[OMB Control No 0651-001 1]

[46 Fit 29181 May 29, 1981 pam. (aj, 0. FR 5]71 Feb 6. 1988,
eﬂectwe date Mnr 8, 1985]

1.36 :a..iRevocation ‘of"'power of attorney or. au-
- thorization; withdrawal of attorney or: egent.

A power of attorney or’ a}'thonzatloa of agent may

“tornéy or agent, except an dssociate attofney or agent
“whose’ address is'the same ds that of the ‘principal at-
torney or’ agent, will be notified:of the’ revocation of
the power ‘of attorney or authorization, and'the appli-
‘cant or ‘patent owner will be notified of the' with-
-drawal ‘of the attorney or agent."An’ mgnment “will
not of itself operate as a revocation of & power ‘6r au-
thorization previously given;' ‘but the assignee of the
entire' interest may revoke previous powers and be
répresentéd by an attornéy or agent of the assignee’s
own selection. See § 1. 613(d) for withdrawal of an at-
torney or agent of record in an interference. -

[OMB Control No. 0651-0011)
[49FR48416 Dec. 12, 1984, effective date Feb. 11, 1985}

Wno MAay APPLY FOR A PATEN_T

141 Applicant for patent.

(a) A patent must be applied for in the name of the
actual inventor or inventors. Full names must be
stated, including the family name and at least one
given name without abbreviation together with any
other given name or initial.

(b) Uniless the contrary is indicated the word * ap-
plicant” when used in these sections refers to the in-
ventor or joint inventors who are applying for a
patent, or to the person mentioned in §§ 1.42, 1.43, or
8 1.47 who is applying for a patent in place of the in-
ventor.

(c) Any person authorized by the apphcant may file
an application for patent on behalf of the inventor or
inventors, but an oath or declaration for the applica-
tion (§ 1.63) can only be made in accordance with

§ 1.64.

HO PRTENT ROLBS® 00 1/ A0

148!
(d) A mm;myhmmwme ma

A

(39 U&C. 6, Pub. L. 97-247)

FR 2708, Jan. 20, lﬂJ Mvedml’eb 27 IW&“PR
4285, Jam. 3, 1983]

1.42 Whentheinmhdwl.

In case of the death of the inventor, the legal repre-
sentstive (executor, administrator, etc.) of the de-
ceased inventor may make the necessary oath or dec-
laration, and apply for and obtain the patent. Where
the inventor dies during the time intervemng between

‘the filing of the application and the granting of a
patent thereon, the letters patent may be issued to the
legal representative upon proper intervention.

(35 US.C. 6, Pub. L. 97-247)
[48 FR 2709, Jan. 20, 1983, effective date Feb. 27, 1983]

_»143 g Whentheinvenmisinsaneorlegallyin-

o8 U.SC.-6,Pub L 97-247) S B
[431-1{2709 ‘Fas. 20, 1983, eﬁ‘ectwedate Feb 23, ms]

1 44 Proof of authority

lnthecasesmenuonedm §§l42and 143 proofof
the ‘power.- or authomy of the legal  representative
must be recorded in the Patent and Trademark Office
or filed in the application before the grant of a patent

(35 US.C. 6, 111, 116, 117, 118)

l 45 Joint inventors.

(a) Joint mventors must ‘apply for a patent jointly
and each must make the required oath or declaration:
neither of them alone, nor less than the entire number,
can apply for a patent for an invention mvented by
them Jointly, except as provided i in § 147.

. (b) Inventors may apply for a patent Jomtly even
though

() They did not physlcally work togethet or at the
same time,

{2) Each inventor did. not make the same type or
amount of contribution, or . -

(3) Each inventor did not make a contnbutlon to
the subject matter of every claim of the application.

(c) If multiple inventors are named in an applica-
tion, each named inventor must have made a contri-
bution, individually or jointly, to the subject matter of
at Jeast one claim of the application and the applica-
tion will be considered to be a joint applicatlon under
35 US.C. 116.
fparas. () & (c), 47 FR 41274, Sept. 17, 1982, effective date Oct. 1,

1982; 48 FR 2709, Jan. 20, 1983, effective date Feb 27, 1933 50 FR
9379, Mar. 7, 1985, effective date May 8, 1988] -
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146; MANUAL OF PATENT EXAMINING PROCEDURE

Eld“a - Aosigned inventions and patents. -

' Incnednewhoieor*tpmmmhﬂ:emvenﬁon
or in the patent to be isved i assigned, the applica.
tion must still be made or authorized to be made, and
-an.oath or-declaration signed, by the inventor or one
of the persons mentioned in §§ 1.42, 1.43, or 1.47.
However, the patent may be issued to the assignee or
ﬂn;lg‘ to the uwentor and the mfgnee as provided in
(35 US.C. 6, Pub. L. 97-247)

[48 FR 2709, Jan: 20, 1983, effective date Feb. 27, ms]

147 nﬂngwhenaninventorrefuutosignor
cannot be reached.

(a) If @ joint inventor. refuses to join in an applica-
tion for pateat or cannot be found or reached after
dnhgent effort, the application may be made by the
other inventor on behalf of himself or herself and the
omitted iniventor. The oath or declaration in such an

--application must be accompanied by a. pcmlon includ-
mg proof of the pertinent facts aqd- by: the. 1

" such’ notice ‘be returned to' the O%e’hndehvered, or
should the address of the omitted inventor be ‘un-
known, notice of the filing of the application: shall be
published in the Qﬁ?ctal Gazette: The omitted inventor
may subsequently join in the application on filing an
cath or declaration of the charscter’ reqmred by

©§1.63. A patent may: be granted to..the imventor
making the- application, vpon .a showing satisfactory

. to -the Commissioner, subject to the same rights which
the omitted inventor:would have had if he or she had
been joined.

(b) Whenever an inventor refuses to execute an ap-
plication for patent, or cannot be found or reached
after diligent effort, a person to whom the inventor
has assngned or agreed in writing to assign the inven-

‘tion or who otherwise shows sufficient propnetary in-

" terest in the matter Justlfymg such action may make

apphcanon for patent on behalf of and as agent for

the inventor. The oath or declaration in such an appli-
cation’ must be accompamed by a petition including
proof of the pertinent facts and a showing that such
action is necessary to preserve the rights of the parties
or to prevent irreparable damage, and by the required
fee (§ 1.17¢(h)) and must state the last known address
of the inventor. The assignment, written agreement to

assign or other evidence of proprietary interest, or a

verified copy thereof, must be filed in the Patent and

Trademark Office. The Office shall forward notice of

the filing of the application to the inventor at the ad-

dress stated in the application. Should such notice be
returned to the Office undelivered, or should the ad-
dress of the inventor be unknown, notice of the filing
of the application shall be published in the Oﬂicwl

Gazette. The inventor may subsequently join in the

application on filing an ocath or declaration of the
character required by § 1.63. A patent may be granted

Rev. 1, Oct. 1965

.ﬁled deletmg the names of th
.are. not inventors of the invention :bemg cl
;.:amendment must be. dlhgently made and
5 compamed by: . :

0 the lavastoe m-mm ummw the

(35U.8€.6,ML97—241)

{67 FR 41275, Sepe. 17, |ﬂ2.e!hcuv¢dm0ct 8 1902,481"
2”.1&. zo. (983, effactive date Febi 27, 1983 -

) 1.48  Correction of inventorship,

(a)lfthecorrectuventworinthonmnot
named in an application for patent through error
without any deceptive intention oa the part of the
actusl inventor or inventors, the spplication may be
amended to name only the sctual inventor or inven-

statement of facts verified by the original named in-
ventor or inventors estsblishing when the error with-
out deceptive intention was discovered and how it oc-
curred; (b) an oath or declaration by each actual in-
ventor or inventors as reqmred by § 1.63; (c) the fee

‘set forth in § 1.17(h); ‘and (d) the, wrxtten ‘consent of

any assignee. When the application is involved in an

-fmterference, ‘the’ petmon :shall: eomply thh the fe-
sof this | sand s be:

(1) A_petition- méludmg a statement lndenttfymg

','each named inveator who .is bemg deleted and ac-
‘knowledgmg that the inveator’s invention is no longer

being claimed in the application, and.

(2) The fee set forth in § 1.17(h). :

(c) If an application discloses unclaimed subject
matter by an inventor or inventors not named in the
application, the application may be amended pursuant
to paragraph (a) of this section t6 add claims to the
subject matter and name the correct mventors for the
application.

[OMB Control No. 0651-0018)
[48 FR 2709, Jan. 20, 1983, effective date Feb. 27, 1983 49 FR

48416, Dec. 11, 1984, effective date Feb. ll 1985; 50 FR 9379,

Mear. 7, 1985, effective date May 8, 1985] -
THE APPLICATION

1.51 General reguisites of an application.

(a) Applications for patents must be made to the
Commissioner of Patents and Trademarks. A com-
plete application comprises:

(1) A specification, including a claim or claims, see
§§ 1.71 to 1.77.

(2) An oath or declaration, see §§ 1.63 and 1.68.

(3) Drawings, when necessary, see §§ 1.81 to 1.8

(4) The prescribed filing fee, see § 1.16.
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AT e

)Apphcantaareencom&edtoﬁlean information
diaclosureatatement.Seealwmmughl” .

(c) Appbcanta may: desire and are penmtted to file

, the apphcauom an-authorization to charge,

pendency. of the application,

: ny 4
anyfeetreqmredunderanyofﬁlmwllBtoade-

_posit account. eatablwhed and mamtamed in sccord-

(38 US.C.6. Pub L..97-247, 15 US.C. lll3. Il23)

-[42 FR 8593, Jen. 28,°1977; péras. @) & (c), 47 FR 41275, Sept. 17,
1982, effective date Oct.'1, 1982 pares. (8) & (b), 48 FR 2709, Jan.
20, 1983, effective date Feb. 27, 1983} o

1.sz - Language, paper, wriﬁns,marglm

“(2) The. apphcatxon, any amendments or corrections
thereto, and the oath or. declaration must be in the
English language except as provided for in § 1.69 and
“paragraph (d) of ‘this 'sectic a
verified translation of the application and a translation
-0f any.corrections or amendments’ into:the-English
-lsnguage.: All papers-which are: to -become:a part ‘of
. the -permanent records :of .the: Patent and: Trademark
:Office ‘must: be:: Iegibly .writien;: typed;-or.printed-in
-permanent ink or:its: eqmvalentmquallty -All:of ‘the
-gpplication: pspers must be:presented 'in a form' having
-sufficient -clarity and:contrast: between 'the paper and
‘the writing;; typing, or printing: thereon to- pemut the
. direct -reproduction: of readily legible. copies in' any
number. by use: of photographic, - electrostatic, photo-

-offset, and: microfilming: processes.If the papers are

not: of .the required-quality, substitute’ typewritten or
printed papers of suitable quality may be required: .
-(b): The: application: papers: (specification, including
claims, 'abstract, - oath.‘or declaration, ‘and: papers” as
provided : for in: §§ 1.42,- 1.43," 1.47, etc.) and ‘also
papers subsequently filed, must be plainly written on
but one side of the paper. The size of all sheets of
paper should be 8 to 8% by 10% to 13.inches (20.3 to
21.6 cm. by 26.6 to 33.0 cm.). A margin of at least ap-
proximately ome inch (2.5 cm.) must be reserved on
the lefi-hand of each page. The top of each page of
the application, including claims must have a margin
of at least approximately % inch (2 cm.). The lines of
text must not: be crowded too closely together; type-
written lines should be 1% or double spaced. The
pages of the application, including claims and ab-
stract, should be numbered consecutively, starting
with 1, the numbers being centrally located above or
preferably, below, the text.

(c) Any interlineation, erasure, cancellation of other
alteration of the application papers filed must be made
before the signing of any accompanying oath or dec-
laration pursuant to § 1.63 referring to those applica-
tion papers and should be dated and initialed or
signed by the applicant on the same sheet of paper.
No such alterations in the application papers are per-
missible after the signing of an oath or declaration re-

the signing of the oath or declaration referring to the

‘fernng to those application papers (§ 1.56(c)). After

application papers, amendments may only be made in
the manner provided by §§ 1.121 and 1.123-1.125.

-+ PATENT RULES, .
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@)Anapplwamnmybemedmmhwmher
than English. A verified English translation of the
voa-English-language application and the fee set forth
im § 1.17(k) are required to be. filed with: the applica-
nonorwnthmsuchumaumaybembytheme
[OMB Coritrol No. 0651-0011} et
(Pub. L. 94-131, 89 Staf. 685; 35 US.C.'6, Pub L. 97-247; 18
USC. 1113, 1123)

[43 FR 20462, May 11, 1978; parss. (s) & (d), 47 FR 41275, Sept.
17, 1982, effective date Oct. 1, 1982; para. (), 48 FR 2709, Jan. 20,
1983, effective dute Feb. 27, 1983; pars. (d). 49 FR $54, Jom. 4,
1984, effective date Apr. 1, 1984] .

1.53 Serial number, ﬂling date, and eomnleﬁon
of application.

(a) Any apphcatlon for a patent recewed in the
Patent and Trademark: Office will be ass:gned a senal

. number, for identification purposes. .

(®) The ﬁlmg date of an apphcatlon .for at i

tion or drawmg requu'ed b paragraph (b) of tlus sec-
tion, applicant will be so notified and given a_time
period within which to submit the omitted specxﬁca-
tion or drawing ‘in-order: to obtain a:filing date ‘s of

the date of filing of such.submission. If the omission is

not corrected within the time. penod set, the applica-

tion will be retumed or otherwise disposed of; the fee,
if submltted, will be refunded less a.$15.00 handlmg
fee.

@) If an apphcation whnch has been accorded a
filing date pursuant to. paragraph (b) of this section
does not include the appropriate filing fee or-an oath
or declaration by the applicant, applicant will be-so
notified, if a correspondence address has been: provid-
ed, and given a period of time within:which to file
the fee, oath, or declaration and to pay the surcharge
as set forth in § 1.16(¢) in order to prevent abandon-
ment of the application. If the required filing fee. is
not timely paid, or if the processing and retention fee
set forth in § 1.21(Y) is not paid within one year of the
date of mailing of the notification required by this
paragraph, the application will be disposed of. No
copies will be provided or certified by the Office. of
an application which has been disposed of or in which
neither the required basic filing fee nor the processing
and retention fee has been paid. The notification pur-
suant to this paragraph may be made simultaneously
with any notification pursuant to paragraph (c) of this
section. If no correspondence address is included in
the application, applicant has two months from the
filing date to file the fee, oath or declaration and to
pay the surcharge as set forth in § 1.16(e) in order to
prevent abandonment of the application or one year
from the filing date to pay the processing and reten-

Rev. 1, Oct. 1965



3—‘”'(0) An: hpphéltian for: a‘patem wi!l ot be plumd

,uponthemaforexamnmuonumldliureqmmd‘

-parts, complying with the: rules relating thereto, are
received, except that certain minos informslities . may

_be waived subject to subsequem correction whenever
required. '

(f). The filing. date of an international apphcatmn
desiznmng the United States of America shall be
treated 28 the ﬁlmg date in the United States of
America under PCT Article 11(3), except as prowded
in 35 U.S.C. 102(e) .

(35 US.C. 6, Pub. L. 97-247)

[48 FR 2709, Jen. 20, 1983, effective date Feb 27 1983; pams ®)

& (d), 49 FR- 354, Jen. 4, 1984, effective date Apr. 1, 1984; pnra
(c), S0 FR 31426, Aug. 6, 1985, effective date Oct. 5, 1985]

154 Parts of application to be filed together;

: 1.55 Cl& fot foreign priority R
< (@) ‘An- apphcant may claim the beneﬁt of the ﬁlmg
daté"of ‘a ‘prior foreign’ ‘application under ‘the ‘condi-
tions speclﬁed in'35 U:S.C. 119 and 172. The clait to
- priority need be'in-io ‘special form and miay 'be made
by the attorney or agent if the foreign application is
referred to in the oath or declaration as required by
~§1.63. The claim for priority and the certified-copy
“of the foreign application specified in the second para-
graph of 35.U.S.C. 119 must be filed in the case of
interference (§ 1.630) when necessary to overcome the
-date of & reference relied upon by the exammer,‘ or
when specifically required by the examiner; and in‘all
other. cases they must be filed not later than the date
the issue fee is paid. If the papers filed are not in the
English language,  a translation need not be filed
.except in the three partxcular instances specified in the
precedmg sentence, in which event a sworn transla-
tion or & transiation ‘certified as accurate by @ sworn
or official translator -must be filed. If the priority
papers -are submitted after the date the jsspe fee is
pa:d they must be accompanied by a petition request-
ing their entry and the fee set forth in § 1.17(i).
(b) An apphcant may under certain circumstances
. claim priority on the basis of an application for an in-
ventor's certificate in a country granting both inven-
tor's certificates and patents. When an applicant
wishes to claim the right of priority as to a claim or
claims of the application on the basis of an application
for an inventor’s certificate in such a country under
35 US.C. 119, last paragraph (as amended July 28,

Hev. 1, Oct. 1985

',1.56 " Duty of ¢

ventor's certificate, had the option to ﬂle an npplica
tion either for a patent or an inventor’s certificate as
to the subject. matter of the identified claim or claims
forming the basis for the claim of prionty

(353 US.C. 6, Pub. L. 97-24T)

[para. (b), 47 FR 41275; Sept. 17, 1982, efluctive date Oct. 1, 1982;
48 FR 2710, Jen. 20, 1983, effective date Feb. 27, 1983; para. (b), 49
FR 554, Jan. 4, 1984, effective date Apr. 1, 1984; pan.(u),ﬂFR
48416, Dec 12, 1984, effectwe date Fcb i1, 1985]

fraud, strikinz or re-
jection of applications.
(a)A duty of -candor:-and good futh toward the

'-?Paten:t and Trademark Officé rests:on the inventor, on

-each: attorney: or:agent ‘who prepares or: prm
-the application- and on: every -other/individual who is
:_;mbmnﬁvely involved:in the: prepamtlon OF ProBECY-
- tion: 6f the apphamm -and-who:is associated with: the
‘%mvemor, with:the assignee -or- with anyone ‘to 'whom
there-is -an obligation to::assign the application. -All
-such: individuals: have & duty to disclose: to the Office

mformanon they are aware of which is material to the

-examination of ithe. apphcatwn -Such informatios  is
-material where:there iis- a substantial likelihood - that

reasongble - examiner ‘would .consider it: mportam

.deciding whether to-allow the application to issue as a
-patent.. The: duty is commensurate with the degree of

involvement in the preparauon or prosecuuon of the

-application.

k). Dlsclosures pursuant to thxs sectwn must be &c-

-companied by a copy of each foreign patent docu-

ment, non-patent publication, or other non-patent item
of information in written form which is being dis-

closed or by a statement that the copy is not in the
.possession- of the person making : the disclosure and

may be made to the Office through an attorney or

.agent  having responsibility for the preparation or

prosecution of the application or through an inventor
who is acting in his or her own behalf. Disclosure to
such an attorney, agent or inventor shall satisfy the

-duty, with respect to the information disclosed, of any

other individual. Such an sitorney, agent or inventor
has no duty to transmit information which is not ma-
terial to the examination of the application.

i (c) Any application may be stricken from the files

(1) An oath or declaration pursuant to § 1.63 is
signed in blank;

(2) An oath or declaration pursuant to § 1.63 is
signed without review thereof by the person making
the oath or declaration;

(3) An oath or declaration pursuant to § 1.63- l.
signed without review of the specnﬁcatlon, mcludmg
the claims, as required by § 1.63(b); or -
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ublishedbye!earmdeonvmcmgevﬂenoe(l)that
any fraud was practiced or attempted on' the Office in
connection with the application, or in coanection
with aniy previous applicstion upon which the appli-
cation relies, or (2) that there was any violation of the
duty of disclosure through bad faith or gross negli-
gence in connection with the application, or in con-
nection with any previous apphcmon upon whxch the
application relies. -

(¢) The enmmauon of an apphcatlon for comph-
-ance:with, (d) of . this section will normally
be dehyed until: such 1) all oth:r matters are

atwh:chumetheappea!wxﬂbesuspcuded
vfor ‘exainination pursuant to paragraph (d) of this Sec-
tion. Theprosecunonofﬂxeapphcatmn ‘will be're-
' mtheextentnecemarytoconducttheexann
nation'’ ‘pursuant to ‘paragraph’ (d)- of this section in-
cluding 'any ‘sppeal pursuant to § 1:191. If an appeal

y has' dlresdy been filed based on & rejection ‘'on’ other

! grounds; any further rejection under this' secnon shall
betreated mwcordancemth§ﬂ93(c)

‘(f) Any member of the public may’ seek to have an
application stricken ‘from the files pursuant to para-
graph: (c) of ‘this' section by filing a timely petition to
strike the application from the files. Any such' timely
petition and any accompanying papers: will be entered
in the application file if the petition and accompiny-
ing papers (1) specxﬁcany identify the application. to
which the petition is directed, and (2) are  either
served upon the applicant in- accordance with §:1.248,
or filed with the Office in dupllcam in the event serv-
ice is not possible. Any such petition filed by an attor-
neyoragemmmtbemcomplmncewnth§1018 :

() A petition to strike an application from the files
submitted in accordance with the second seatence of
paragraph (f) of this section will be considered by the
Office. An acknowledgement of the entry of such a
petition in a reissue application file will be seat to the
member of the public filing the petmon. -A member of
the public filing such a petition in an application for
an original patent will not receive any communica-
tions from the Office relating to the petition, other
than the return of a self-addressed postcard which the
member of the public may include with the petition in
order to receive an acknowledgement by the Office
that the petition has been received. The Office will

. communicate with the applicant regarding any such

petmon entered in the application file and may re-
quire the applicant to respond to the Office on mat-
ters raised by the petition. The active participation of

R—23

(h)Anymemberofthepublwmyseektohvethe
claims in en application rejected pursuant to pace-
graph(d)ofthhsecﬁonbyﬁlingaumelymm
accordance with § 1.291. Any such protest filed by an
attorney or agent must be in compliance with § 10.18.

(’)TheOfﬁcemayreqmreapphcanttompplym-
formation pursuant to paragraph (2) of this section in
orderfortheOfﬁcetodecldeanyxssuesrehnnsto

' pmgraphs (c) and (d) of this section which are raised

by a petition or a protest, or are otherwise dxscovered
by the Office.

G) If any dlsclosure pursuant to this secuon ‘does
not include: a copy-of ench ‘foreign patent document,

non-patent publication, or other non-patent item- of in-

formation in written form which is being disclosed or
a-statement that a.copy thereof is'not in:the. posses-
sion of the. person making. the: disclosure,. applicant
will. be so:notified. and given & period.of time within
which-to file the copy or: a statement that & copy.is
not in the possession.of the person making:the disclo-
sure.” The time penod set may be extended under
§1.136. : 5 ARSI
{OMB Control No. 0651—00]1]

(35 US.C. 6, Pub. L. 97-247) - -

[42 FR 5593, Jan. 28, 1971 paru. (d) & (e)—(l), 4 FR 21751, May
19, 1982, effective date Ju]y 1, 1982 para. (c), 48 FR 2710, Jan. 20,
1983, effective date Feb..27, 1983; paras. (b) & (j), 49 FR 554, Jan.
4, 1984, effective dateApx 1, 1984; paras. (d)& (h). SOFR 5171,
Feb 6. 1985, effectwedneMnr 8 1985]

§ 1.57 [Renerved]

{48 FR 2710, Jan. 20, 1933 eﬂ'ecuvc date Feb. 27, 1933j

158  Chemiecal and mathematical fomnlu and
tables. ‘

- (®) The specification, mcludmg the clalms, may
contain chemical and mathematical formulas, but shall
not contain drawings or flow diagrams. The descrip-
tion portion of the specification may contain tables;
claims may contain tables either if necessary to con-
form to 35 U.S.C. 112 or 'if otherwise found to be de-
gsirable.

() All tables and chemical and mathematical for-
mulas in the specification, including claims, and
amendments thereto, must be on paper which is flexi-
ble, strong, white, smooth, nonshiny, and durable in
order to permit use as camera copy when printing
any patent which may issue. A good grade of bond
paper is acceptable; watermarks should not be promi-
nent. India ink or its equivalent, or solid black type-
writer, should be used to secure perfectly black solid
fines.

(c) To facilitate camera copying when printing, the
width of formulas and tables as presented should be

Rav. 1, Oet. 1985



ter!wigmcrooainch(ztmm) Aspmatleast Y
inch (6.4 mm.) high should be provided between com-
plex formulas snd tables and the text. Tables should
have the lines and columns of data closely spaced to
conserve spacc consistent with high degree of legtbxl-
ity

(Pub. L. 94-131. §9 Stat. 685)

[43 FR 20463, Msy 11, 1976]

18 Pumaofaplenwithﬁnngdatenot

Pwm i an applmtmn wluch !m received a ﬂlmg
datepurwantwﬁlﬁ ‘will not be returned’ for: any
purpose’ whatever. ' If - épplicants have not' pmserved
wpxesoftbemthemewdlfmhcomesat
the usual cost of- -any: application in which either: the
required: bagic filing fee’(§1.16) or the processing and
retention fee' (§lZl(l))lmbeenpﬁd ‘See §1618 for
return of unauthorized and unproper papers in inter-
ferences.

[48 FR 2710, Jen. 20, 1983, effective date Feb. 27, 1933 49 FR 554,

Jan. 4, 1984, effective date Apr. 1, 1984; 49 FR 48416, Dec. 12,
1984, S0 FR 23123, Msy 31, 1985, eﬁ'ectwe date Feb. 11, !985]

1.60  Continuation or divisional application for
invention dlsclowd in & prior application.

(@ A continuation or divisional application (filed
under the conditions specified in 35 U.S.C. 120 or 121
and § 1.78(a)), naming as inventors the same or less
than all the inventors named in a prior application and
which ‘discloses and claims onmly subject: matter- dis-
closed in the prior application may be filed as & sepa-
rate apphcanon before the patenting or abandonment
of or termination of proceedmgs on the prior apphca-
uon.

(b) An applzcant may Oll‘llt signing of the oath or
declaration in a continuation or divisional application
if (1) the pmr application was a complete application
as set forth in §1.51(a), (2) applicant files a true copy
of the prior complete application as filed including
the specification (including claims), drawings, oath or
declaration showing the signature or an mdncatton it
was signed, and any amendments referred to in the
oath or declaration filed to complete the prior appli-
cation, and (3) the inventors named in the continu-
ation or divisional application are the same or less
than all the inventors named in the prior application.
The copy of the prior application must be accompa-
nied by a statement that the application papers filed
are & true copy of the prior application and that no
amendments referred to in the oath or declaration

By, 1, Oct. 1965

‘{d' ipg 1€, umbe ‘of claims
ence, 10, the prior. @pplm{wn [(} 1 18‘(:))
l;gf'ore calcuwmg the, filing fee and
mimmg theﬁlmg date., If the, contiguation. or divi-
sional applxcatxon i filed by less than all the inventors
named. in the prior applmuon &, statement. ‘must sc-
compuy the: application when ﬁled ‘requesting dele-
tion of the names of the pemon or, persons who are
not inventors of the invention bemg claimed in the

continuation or divisional apphcauon

{OMB Costrol No. 0651-0011) - R :

{48 FR. 2710, Jen. 20, 1983, effective date Feb. 27, 1983 49 FR 554,
Jan, 4, 1984, effective date Apr. 1, 1984; SO FR 9379, Mar 7. 1988,
effecnveda!eMlyS_wsﬂ Lt , ,

lntemauonal Burgau 1
in the U.S. Patent and Tradem Ofﬁ
lation of the mternational apphcatzon and
of any amendments under. PCT Article. 19 into the
English language, if ongmally filed in another lan-
guage; (3) the national fee (see § 1 445(a)(4)), and. (4)
an oath or declaration of the inventor (see § 1.70)..

. (b) If the transiation.of the international’ apphcatlon,
oath: or declaration, and national” fee have not been
submitted by the applicant within twenty (20) months
from the priority date, such requirements may be met
within twenty-two (22) months from the priority date.
The payment  of- the ' surcharge. set': forth in
§ 1.445(a)(5) is ‘required: as-a’ condition- for accepting
the national fee-or the oath or: declaration later than
20 months after the- pnonty date. The payment of the
processing fee set forth in § 1.445(a)(6) is required for
acceptance of an’ Engllsh translation later .than 20
months after the priority date. Failure to comply with
these requirements will resuit*in abandonment of the
application. The provisions of § 1.136 do not apply to
the 22 month’ penod of this section.

(c) If a copy of the amendments under PCT Arttcle
19 is not communicated by the International Bureau
or a copy thereof and any necessary English transla-
tion thereof is not received by the end of 20 months
from the priority date, such failure will be regarded as
cancellation of the amendments under PCT Article 19
in the international application.

(d) Verification of the translation of the internation-
al application or any other document pertairiing to an
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mdocﬂxordechudonfromapﬁormpl‘ete-ppg
ciition’ (§'1.51(2)) which is to ‘be abandoned, may be
filed 'before the ‘paymient of the issue fee, sbandon-

ment of; or termination of proceedings on the pnorf

application. The filing date of an spplication filed
under this section is the date on which 2 request is

filed for an application under this section including
identification of the Serial Number, filing date, and-
apphcant’s name of the prior complete application. -If

the contmuanon, continuation-in-part, or divisional

apphcatlon is filed .by less than all the inventors

named in the prior application a statement must ac-
company the application Wirhien < filed reqmtmg
tion of the names of the _person or ho

amendnient ‘ani’ oath ‘or’declarati
§163 must also be filed: In th 7

fiew oath or declaration is reqmred due o addmonal :

subject matter being -claimed, - additional inventors
may be named in the continuing application. In & con-

tinuation or divisional application which discloses and

claims only subject matter disclosed-in a prior appli-
cation, no additional oath or declaration. is required
and the apphcatlon must name as inventors the same
or less than all the mventors named in the pnor appll-
cation.

(d). If an apphcatlon which has . been accorded a
filing date pursuant to paragraph (a): of this. section
does not include the appropriate basic filing ; fee pursu-
ant to paragraph (b) of this section, or an oath or dec-
laration by the applicant in the case of a continuation-

part application .pursuant to paragraph (c) of this
section, apphcant will be so motified and given a
period of time within which to file the fee, oath, or
declaration and to pay the surcharge as set forth in
§ 1.16(e) in order to prevent abandonment of the ap-
plication. The notification pursuant to this paragraph
may be made simultaneously with any notification of
a defect pursuant to paragraph (a) of this section.

(e) An application filed under this section wili uti-
lize the file wrapper and contents of the prior applica-
tion to constitute the new continuation, continuation-

m&part,ordlvkton‘
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(ommummmmmm

will be construed. to imclude & waiver of secrecy by.
mm&msswc 12210 the extent. that:
mvmmlmof public . who  is, entitled: under the.

mmampmmmwmwmdm
mnmybepvenmnﬂumuto,wmm_
formation concerning, the other application(s) in. the
file wrapper. »
. (8) The filing of a request for a continuing applica-
tion under this section will be coasidered to be & re-
Mtowymmemm[muof“
the filing date granted the continuing applicstion.
(h)-The applicant is urged to furnish the :
information’ relﬁmgmthepnormdoonunmg apph.;
cauonstothebeatofhlsorherabmty A

3) Cutrent correapomience address of app!icmt;; o
.(4) Identification of prior. forelgn appheahon and
any priotity claim undér 35 U.S.C. 119.. . o
(5) The title of the invention and names of the ap-
plicants to'be namied in' the continuing application. -
“(i)' Envelopés - containing only ‘application papérs
and fees for filing under this’ section should be marked -
“BOX chn ) . . ' :
[OMB’ _Conu'ol No. 0651-001 11
(35 USC. 6, Pub. L. 7-247)

[47 FR 47244, Oct. 25 1982, added effective Feb 27 1983 48 FR..
2710, Jan. 20, 1983, effecnvedlte Feb. 27, 1983; pares. (a) & (d), 49
FR 555, Jan. 4; 1984, effective dste Apr. 1, 1934 paras.(a),(c)&
(h), 50 FR 9380, Mar. 7, 1985, effective date May 3, 1985} o

OATH OR DECLARATION

1.63 .. Oath or declaration.

(@) An oath or declaration. ﬁled under §1. 51(a)(2) as
a part of an appllcatwn must:

g (1). Be executed in accordance with elther § 1.66 or
1.68; -

(2) Identify the speclﬁcauon to which it is dnrected,

(3) Identify each inventor and the residence and
country of citizenship of each inventor; and

(4) State whether the mventor is ‘a sole or joint in-
ventor of the invention claimed. -

(b) In addition to meeting the requirements of para-

graph (a), the oath or declaration must state that the
person making the oath or declaration:

(1) Has reviewed and understands the contents of
the specification, including the claims, as amended by
any amendment specifically referred to in the oath or
declaration;

(2) Believes the named inventor or inventors to be
the original and first inventor or inventors of the sub-
ject matter which is claimed and for which a patent is
sought; and

Rev. 1, Oct. 1965
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in amy spplication in Which & ¢lslm for foreign
pmmyhm&purmttoﬂ”mmufyﬂw
forelgn wpplication for patént or inventor's cértificate
oz 'which peiority is claimed; end any foreign applica-
tion' haviag a filing date before that of the application
on which priority is claimed, by specifying the appli-

cation number, couatry, day, month end year of its

(d§ In emy continustion-in-part application filed
under the conditions specified in 35 U.S.C. 120 which
discloses and claims subject matter in addition to that
disclosed in the prior copending application, the oath
ot declaration must also state that the person making

the-oath or declaration acknowledges the duty to dis-

close material information. as -defined in -§ 1.56(a)
which; occusred between . the: filing date of the. prior
application and. the  nationsl . or. PCT - international
filing date of the contmuanon-m-

[ommmwo.ossx-oom N

(a) Theoath of declaratxon must bemadeby all of;

thcacnmlmvutorsexceptasprovxdedfotmﬁlu,
143, or 1.47.
(b) If the person making the oath or declaratnon is

not the inventor (§8 1.42, 1.43, or 1.47), thc oath or

declaration shall state the relationship of the person to

the inventor ‘and, upon information and belief, the

facts which the inventor is required. to. state.
[OMB Control No. 0651-0011}

(35 US.C. 6, Pub. L. 97-247).
{48 FR 2711, Jen. 20, 1983, added effective Feb. 27, 1983]

166  Officers authorized to administer caths.
(a) The oath or affirmation may be made before any
person within the United States authorized by law to
administer oaths. An oath made in a foreign country
may be made before any diplomatic or consular offi-
cer of the United States authorized to administer
oaths, or before any officer having an official seal and
authorized to administer caths in the foreign country
in which the applicant may be, whose authority shall
be proved by a certificate of a diplomatic or consular
officer of the United States, or by an apostille of an
official designated by a foreign country which, by
treaty or convention, accords like effect to apostilles
of designated officials in the United States. The oath
shall be attested in all cases in this and other coun-
tries, by the proper official seal of the officer before
whom the oath or affirmation is made. Such oath or
affirmation shall be valid as to execution if it complies
with the laws of the State or country where made.
When the person before whom the oath or affirmation
is made in this country is not provided with a seal, his
official character shall be established by competent

Rev. 1, Oct. 1965

llc‘mn. AN

oomyforeigutothevﬁmdmtes,mymompmy-

ing application papers, ex the drawings, must be
uuchedtogetherwkhthe&g:mmdaﬂ%mpmed
one or more times; through all the, shests 6f the appli-

~cation, except the drawings, and the eads of said

ribbon - brought  together. under the: seal before the
latter is affined and impressed, or each sheet must be
impressed with the official seal of the officer before
whom the cath is taken. If the papers as filed are not
properly ribboned or esch sheet. impressed with the
seal, the case will be accepted for examination, but
beforeltuallowed,duphutepapas,prepnedm
compinnce wnth foregomg sentence, must be

IOMB Coatrot No. ossn-eon]
(3% USC. 6 15US.C. 1113, 1123): :
[41 FR 41215, sm 17, mz. effective date Oct 1, wsz]

83 . ; ‘
to. an amendment whxch mcludw new ‘matter. No new
matter: may. be mttoduoed into an application after its
ﬁhng date even if a supplemental oath or declaration
is filed &1. 53(b);. § 1.118). In proper cases the oath or
declaration - here reqmred may be made on informa-
tion and belief by an applicant other than inventor.

[OMB Control No. 0651-0011] -
(35 US.C. 6, Pub. L. 97-247) .
[48 FR 2711, Jen. 20, 1983, effective date Feb. 27, 1983]

1.68  Declaration in lieu of oath.

Any document to be filed in the Patent and Trade-
mark Office and which is required by any law; rule,
or other regulauon to be under oath may be sub-
scribed to by a written declaration. Such declaration
may be used in lieu of the oath otherwise required, if,
and only if, the declarant is on.the same document,
warned that willful false statements and the like are
punishable by fine or imprisonment, or both (18
U.S.C. 1001) and may jeopardize the validity of the
application or any patent issuing thereon. The declar-
ant must set forth in the body of the declaration that
all statements made of the declarant’s own knowledge

are true and that all statements made on information gem

and belief are believed to be true,

[OMB Control No. 0651-0011)
{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 19351
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e " perilin i

') Un &
language other than'Englis
"By the Patent’ and Trademark Office, it must

be weomp’amed by a verified’ English - translation,

except that in the case of an oath or declaration filed
under §1.63, the translation may be filed in the Office
no later than two months from the date appllcant ls
notlf ed to file the translatlon

[OMB Control No. 0651-0011] .

(35 US.C. 6, Pub, L. 97-247)

[42 FR 35594, Jan. 28, 1977; para. (b), 43 FK 2711 Ja.n 20, 1933

eﬂ'ectwe date Feb 27 1983]

(a Wh an ap

cb | o
vided “ifi* §§ 1.422,°1.423 or'1.425; the apphca.nt ‘shall "
to the inventor and,; upon '
information'and belief, the facts’ whlch the mventor IS

state his or her relationship to

reqmred ‘by this section to state

[OMB Control No. 0651-0011]" SrTE e
(Pub. L. 94-131,'89 Stat. 685;35 US.C. 6, Pub. L. 97-247)

[43 FR''20463; May 11, 1978; 48 FR 2712, Jan. 20, 1983, eﬁ'ectwe'

date Feb. 27, 1983]
- Smscmcnron o
AUTHOR!TY .Secs. 171 to 1.79 also usued under 35 USC 112.

1 71 Detailed descnption and speclﬁcatlon of
the invention,

(a) The specrﬁcatron must lnclude a wntten descnp-

tion of the invention or dwcovery and of the manner

and: process of making and using the same, and is re-
quired to be in such full, clear, concise, and exact
terms as to enable any person skilled in the art or sci-
ence to which the invention or discovery appertains,
or with which it is most. nwly connecied, to make
and uge the same. '

(b) The specification must set forth the precise in-
vention for which a patent is solicited, in such manner
as to drstmgumh it from other inventions and from
what :is old. It must describe completely a specific
embodiment of the process, machine, manufacture,
composition of matter or improvement invented, and
must explain the mode of operation or principle
whenever applicable. The best mode contemplated by
the inventor of carrying out his invention must be set
forth.

(c) In the case of an improvement, the specification
must particularly point out the part or parts of the

¥ oath or declatation fa a'f
hisaformprovndedorap-‘

entor, desir to enter the’ natronaf*stage

l“ﬁ vﬂ } _"‘f Yﬁﬁw

() Thedtlé of the invention,’ wlneh shouid be a8
shortaﬂdspeclﬁcaspmible,shouldappwun‘
heading on the first' page of the specification, if it
does not otherwise appear at the: begmmng of the ap-
plication.

(b) A brief abstract of the technical disclosure in-
the speclﬁcatron must be set forth on a separate sheet,
preferably following the claims under the heading
“Abstract of the Disclosure.” The purpose of the ab-
stract ‘is to enable the Patent and Trademark Office
and the public generally to determme qmckly from a

) ¥ ‘74 Reference to ‘drawings

When there are drawmgs, there shall be a ‘brief de-’
scription of the several views of the drawmgs and thé
detailed descnptlon of the mventxon shall refer to the
different views by specrfymg ‘the numbers of the fig-
ures and to the different parts by use of reference let-
ters or numerals (preferably the latter)

175  Claim(s).

. (@) The specification mustconclude With -a claim
particularly. pointing out and distinctly claiming the
subject matter which the applicant regards as his in-
vention or discovery.

(b) More: than -one claim may be presented provnded
they differ substantially from each other and are not
unduly ‘multiplied. .

(c) One or more clasims may be presented in de-
pendent form, referring back to and further: limiting
another claim or claims in the same application. Any
dependent claim which refers to more than one other
claim (“multiple dependent claim”) shall refer to such
other claims in the alternative only. A multiple de-
pendent claim shall not serve as a basis for any other
multiple dependent claim. For fee calculation pur-
poses under § 1.16, a multiple dependent claim will be
considered to be that number of claims to which
direct reference is made therein. For fee calculation
purposes, also, any claim depending from a multiple



- [31 FR. 12922, Oct. 4

LT AR RS |.~v g
pndthereinthefcem orth in

§ i. lG(d) Clgims in dependent form shall beoomtrued._‘

to include all thelimitauomofmcwn

pendent claim shall be construed to incorporate by
referencedlthelunitwomofeachoﬂhepnmcuw
claims in relation to which it is being considered.

(dX(1) The claim or claims must conform to the in-
vention as set forth in the remainder of the specifica-
txonandthetermsandphrasesusedmtheclmms
must find clear support or antecedent basis in the de-
scription so that the meaning of the terms in the
clmms ‘may_be ascertainable by reference to the de-

tion. (See § 1.58(a).) .

(2)See§§! 141 o 1. l4éasto claxmmg dxffetent m-

venitions in one application.

(¢) Where the nature of the case admits, as in the
case of am nnprovement, any independent claim"

should contain in the following order: (1) A préamble

comprising a general description’ of il the elements or -
steps of the clmmd combination which. are: conven-;

“porti

(f) If there are’ sevetal clmms, they shall be num-
bered consecutively in Arabic nurerals. -

(g) All dependent claims should be grouped togeth-
er with the claim or claims to; which they refer to the
extent possible. .
(35 US.C. 6 15 US.C. 1113, 1126)

. 1966; 36 FR 12690, July 3, 1971; 37 FR
21995, Oct. 18, 1972; 43 FR 4015, Jan. 31, 1978; para. (c), 47 FR
41276, Sept. 17, 1982, effective date Oct. 1, 1982)

1.77 Arrangement of application elements.

The elements of the application should appear in
the following order:

() Title of the invention; or an introductory por-
tion stating the name, cltlzenshlp, and residence of the
applicant, and the title of the invention may be used.

(b) [Reserved]

(c)(1) Cross-reference to related applications, lf any.

(2) Reference to & “microfiche appendix” if any.
(See § 1.96(b)). The total number of microfiche and
total number of frames should be specified.

(d) Brief summary of the invention.

(e) Brief description of the several views of the
drawing, if there are drawings.

(6) Detailed description.

(g) Claim or claims.

(h) Abstract of the disclosure.

(i) Signed oath or declaration.

(i) Drawings.

(Pub, L. 94-131, 89 Stat. 685; 35 U.S.C. 6 and 41; Pub. L. 97-247)

[63 FR 20464, May 11, 1976; 46 FR 2612, Jan. 12, 1981; paras. (k)
& (i), 48 PR 2712, Jan. 20, 1983, effective date Feb. 27, 1983]

Rev. 1, Oct. 1566

MANUAL OF PATENT EXAMINING PROCEDURE

themmapplicmonmwnmeuaninvemoug
one inventor named in the later filed
disclose the named inventor’s invention clsimed i in at.
least one claim of the later filed application in the -
manner provided by the first paragraph of 35 U.S.C.
112. In addition, the prior_application must be (1)
complete as set forth in § 1.51, or (2) entitled to a
filing date as set forth in § 1.53(b) and include the
basic filing fee set forthm§ll6 or (3) entitled to a
filing date as set forth in §1.53(b) and have pmd
therein the processmg and retention fee set forth in
§ 1.21(1) within the time period set forth in § 1.53(d).
Any application claxmmg the benefit of a prior filed
copendmg nationsl or"interiiational ‘application mmast’
contain or be amended to contain in the first sentence
of . the specification following the title a reference to
such prior application, identifying it by, senal number :
and filing. date or. international apph catio
and international filing, date -the rela-
tionship of the. applxcanons. Cross-referenm to other
related. appl:catlons may be’ made when appropnate )
(See § 1.14(b)). . .

(B Where. two or more apphcatlons ﬁ]ed by the,,
same applicant contain conflicting claims; eliminstion
of such claims from all but one application may be re-,
quired in the absence of good and sufficient reason for .
their reiention during pendency.in more than one ap-
plication.

(c) Where two or more appllcauons, or an apphca-
tion and a patent naming different inventors and
owned by the same party contain conflicting claims,
and there is no statement of record indicating that the
clzimed inventions were commonly owned or subject
to an obligation of asmgnment to the same person at
the time the later invention was made, the assignee
may be called upon to state whether the claimed in-
ventions were commonly owned or subjéct to an obli-
gation of assignment to the same person at the time
the later invention was made, and if not, indicate
which named inventor is the prior inventor. In ‘addi-
tion to making said statement, the assignee may also
explain why an interference should or should not be
declared.

(d) Where an application claims an invention which
is not patentably distinct from an invention claimed in
a commonly owned patent with the same or a differ-
ent inventive entity, a double patenting rejection will
be made in the application. An obviousness-type
double patenting rejection may be obviated by filing a
terminal disclaimer in accordance with § 1.321(b).

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)

[36 FR 7312, Apr. 17, 1971; 49 FR 555, Jan. 4, 1984; paras. (a), (c),
& (&), 50 FR 9380, Mar. 7, 1985, effective date May 8, 1985)
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181 Drawinu reqnired.
(a) The applicant for a patent is required to furnish
a drawing of his invention where necessary for the
understanding of the subject matter sought to be pat-
ented; this drawing must be filed with the application.

(b) Drawings may include illustrations which: facili--
tate an undemandmg of the invention (for example,
flow sheets in cases of proemes, and dmgrammatnc

views).
(c) - Whenever the nature of the snbject matter

soughttobepatentedadmxtsofﬂlustrauonbyadmw-'
ing-without - its being necessary for the understanding
of :the subject: matter and the ‘applicant has not fur-:
nished: such = drawing, the examiner will reguire its.
submission within ‘a-time period. of ‘not less than two
mnnths from the date ‘of - the sendmg of anouce there-'

of.

ciency of the specification due to lack of an enabling

or to supplément :the original - disclosure" thereof for
the purpose of mterpretauon of the scope of . any
claim.. -

[43'FR 4015, Jan. 31, 19731

1.83 Cantent of drawing. ‘

(a) The drawmg must show every feature of the in-
vention specified in the claims. However, convention-
al features disclosed in the description and claims,
where their detailed illustration is not essential for a
proper understanding of the invention, should be illus-
trated in the drawing in the form of a graphical draw-
ing symbol or a labeled representation (e.g. a labeled
rectangular box).

(b) When the invention consists of an xmprovement
on an old machine the drawing must when possible
exhibit, in one or more views, the improved portion
itself, disconnected from the old structure, and also in
another view, so much only of the old structure as
will suffice to show the connection of the invention
therewith.

(c) Where the drawings do not comply with the re-
quirements of paragraphs (a) and (b) of this section,
the examiner shall require such additional illustration
within a time period of not less than two months from
the date of the sending of & notice thereof. Such cor-
rections are subject to the requirements of § 1.81(d).

[31 FR 12923, Oct. 4, 1966; 43 FR 4015, Jan. 31, 1978)

(d) memgs submmed aﬁer the ﬁlmg date of the'
application may not be used to overcome any insuffi-.

disclosure or otherwise inadequate: disclosure therein,.
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paper. wi mm
shiny and dlmb!e Two-ply or
is preferred. The surface of the paper
dered and of a quality which wiﬂ pu‘mi;
cortecmwnhludhiuk. India iok, or its equivalent
in quality, is preferred for pen drawings to secure per-
fectlybhckmhd lmea.'l‘hemofwhuemntw
cover lines is not normally acceptable.

(b)Siuqfshmmdmrm‘u Themofthesheeu
on which drawings are made may either be exactly
8% by 14mches(216by 35.6 cm.) or exactly 21.0 by
29.7 cm. (DIN size Ad). All drawing sheets in a par-
ticular application must be the same size; One of the
shomrudesofthesheetmregardedamwp o

(1) On 8% by 14 inch drawing sheets, the drawing
must include & top margin of 2 inches (5.1 cm.) and
bottom and side margins of % inch (6.4 mm.) from
the edges, thereby leaving a “sight® precisely 8 by.
1134 ‘inches (20.3 by-29.8 cm.). Margin border lines
are not'permitted. All ' work must be included within-
the “sight”. 'The sheets ‘may be provided with two %
inch (6.4 mm) diameter holes having'their centerlines’
spaced *Vie inch (175 mm.) below the' ‘top- edge and’
2% “inches (7.0 cm.) apait;: said" hohs belng equnlly'
spaced from the respectlve gide edges.’©

(2) ‘On 21.0 by 29.7 cm:’ drawmg sheets the dmw- :
ing’ must include & top margm ‘of at'least 2.5 ctm., @
left side margm of 2.5 cm., a right sidé margin of 15"
cm., and ‘a bottom”margin of 1.0 ci.” Margin border
hn&s are not permntted All work must be, comamed
w1thm 4 sight size not to eéxceed 17 by 26 2 cm.

'(c) Character of lines. All drawmgs must be made
with drafnng instruments or by a process “which will
give them satisfactory reproduction characteristics.
Every line and letter must be durable,” black, suffi-
ciently dense and dark, umform_ly thick and well de-
fined; the welght of all lines and letters must be heavy
enough to permit adequate reproductlon This direc-
tion applies to all lines however ﬁne, to. shading, and
to lines representing cut surfaces in sectional views.
All lines must be clean, sharp, and solid. Fine or
crowded lines should be avoided. Solid. black should
not be used for sectional or surface shadmg Freehand
work should be avoided wherever it is poss’ble to do
$O.

{d) Hatchmg and shadmg (1) Hatchmg should be
made by oblique parallel lines spaced: sufficiently.
apart to ensble the lines to be distinguished wlmout
difficulty.

(2) Heavy lines on the shade snde of objects should
preferably be used except where they tend to thicken
the work and obscure reference characters. The light
should come from the upper left-hand corner at an
angle of 45°. Surface delineations should preferably be
shown by proper shading, which should be open.

(e) Scale. The scale to which a drawing is made
ought to be large enough to show the mechanism
without crowding when the drawing is reduced in
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sheeuiﬁoaﬂdnotbemorei

legﬁleandcaremllytbnned,mdnofbeem

cled. They should, if' possible, messure at least one-

eighth of an inch (3.2 mm.) in height so that they may
bear reduction to one twenty-fourth of an inch (1.1
mm.); gnd they may be slightly larger when there is
sufficient: room. They should not be so placed. in the
close and complex parts of the drawing as to interfere
with a thorough comprehension of the same, and
therefore should rarely cross or mingle with the lines.
When necessarily grouped around -a certain part, they
should . be .placed ‘at. a. little .distance, at the closest
point: where -there .is available space; and. connected

by lines: with . the. parts. to ‘which: they refer.. They

should not:be placed :.upon hatched or shaded surfaces.
but when ne

always be. designated by the same. ‘chasacter, and the

same charscter must never “be used to dwgnate dnffer-.t
ent parts. ‘Reference signs not mentioned. in the de-
scription, . shall . ot appear in. the ‘drawing, -and vice

versa, .

® Symbols Iegends. Graphlca.l drawmg symbols
and other labeled representations may be used for
conventional elements when appropriate, subject to
approval by the Office. The elements for which such
symbols and labeled representatlons are used must be
adequately identified in the specxﬁcatlon While ' de-
scriptive matter on ‘drawings is not permxtted suitable

legends may be used, or may be reguired, in proper

cases, as in diagrammatic views and flowsheets or to
show ‘materials or ‘where labeled representations are
employed to illustrate conventional elements. Arrows
may be requlred in proper cases, to show direction of
movement. The lettering should be as large as, or
larger than, the reference characters.

(b) [Reserved] ,

(i) Views. The drawing must contain as many fig-
ures as may be necessary to show the invention; the
figures should be consecutively numbered if possible
in the order in which they appesr. The ﬁgures may be
plain, elevation, section, or perspective views, and
detail views of portions of elements, on a larger scale
if necessary, may also be used. Exploded views, with
the separated parts of the same figure embraced by a
bracket, to show the relationship or order of assembly
of various parts are permissible. When necessary, a
view of a large machine or device in its entirety may
be broken and extended over several sheets if there is
no loss in facility of understanding the view. Where
figures on two or more sheets form in effect a single
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z ry,-a blank space may: be left. in the
hatching. or - shedmg .where the .charscter. occurs. §0 .
thatltshaﬂappeatpeﬂeeﬂydxsunctandseparate.
from the work. The same. par;of an-invention appear--
ing in more than. one.view.of the .drawing : must,

MANUAL OF PATENT EXAMBWING FROCEDURE
m ifigune;:-the; figures: on: the severnl shems:
the complete

By

ing sheets. The planeuponwhnchasecnomlwewu
taken should be indicated on the general view by a
broken line, the ends of which should be designated
by numerals corresponding to the figure number of
the sectional view and have arrows applied to indi-
cate the direction in which the view is taken. A
moved position may be shown by a broken line super-
imposed upon a suitable figure if this can be done
without crowding, otherwise a separate figure must
be wuseéd for this purpose. Modified forms of conitruc-
tica. can - only be shown in separate figures. Views
shouwld - not be conmected by projection lines nor
should center lines be used.

() Arrangement - of views.. All views on thé same

sheet: should stand in the same difection. and, if possi-.

bile, stand so that theyeanbereadthhtheaheetheld
in-am wpright position: I views-longer than the width
of the sheet are necessary for the clearest illustration:
of the invention, the sheet-may be: turtied on its side
so-that the top of the sheet with the appropriate top
margin is on the right-hand side. One figure must not
be placed upon another or within the outline of an-
other.-

(&) thum far Ojﬁcml Gazette. The drawing should,
as far.as possible, be so planned that one of the views
will be suitable for publication in the- Ojﬁcml Gazette
as the illustration of the invention.

(D) Extraneous matter. Identifying indicia (such. as
the attorney’s docket number, - inventor’s name,
number of sheets, etc.) not to exceed 2% inches (7.0
cm.) in width may be placed in & centered location
between the side edges within three-fourths inch (19.1
mm.) of the top edge. Authorized security markings
may be placed on the drawings provided they are
outside the illustrations and are removed when the
material is declassified. Other extraneous matter will
not be permitted upon the face of a drawing.

{m) Transmission of drawings. Drawings transmitted
to the Office should be sent flat, protected by a sheet
of heavy binder’s board, or may be rolled for trans-
miission in & svitable mailing tube; but must never be
folded. If received creased or mutllated new draw-
ings will be required.

(See §1.152 for design drawing, §1.165 for plant
drawings, and § 1.174 for reissue drawings.)

(Pub. L. 94-131, 89 Stat. 685)

[24 FR 10332, Dec. 22, 1959; 31 FR 12923, Oct. 4, 1966; 36 FR
9775, May 28, 1971; 43 FR 20464, May 11, 1978; 45 FR 73657,
Nov. 6, 1980]

1.88 Informal drawings.

The requirements of § 1.84 relating to drawings will
be strictly enforced. A drawing not executed in con-
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formity thereto, if suitable for reprodus
d’but, in such éaiéf_ e drawing

mmﬂmsm 1, lnz_effwﬁvemm 1, 198)

186  [Removed] .
47 PR «um, ‘Sopt 17,1982, effective date o« 1, mz]
188 ° Usé of oid drawings. '

lfthedrawmgsofanewapphcanonnretobenden
tical with the drawings of a previous application of
theapphcantonﬁlemtheOfﬁee,orwnthpartof
such drawings, the old drawings or any sheets thereof
may be used if the prior application is, or is about to
be,abandoned,or:fthesheetstobeusedareem-
celled in the' prior application. The new application
must be accompanied by a letter requesting the trans-
fer of the drawings, which should be completely iden-
tified.

_ B Momsts, Exnmns, Srscmws
Atrmonm Sees. 191 to l95ahomsuedunder§5 USC 114'

tion..of the invention: in.the specification, . .and . the
drawings, must be sufficiently full and- complete, and
capable of being understood,.to; disclose. the invention
without the aid of a. model), and. wﬂl not be adnntted

unlesé_zpecxﬁeallycalledfor S
192 -:::Model or exhibit my be reqnired

A model working model, ‘or othei physlcal exh:blt,
may be reqmred if deemed: necessary for any purpose
o examination of the appllcatxon - L

193 . Specimens. P
When the invention telates to a compontlon of
matter, the applicant may be required to furnish speci-
mens of the composition, or of its ingredients or inter-
mediates, for the purpose of inspection or experiment.
194 ' Return of models, exhibits or specimens.
Models, ‘exhibits, or specimens in apphcatlons
which have become abandoned, and also in other ap-
plications on conclusion of the prosecution, may be
returned to the applicant upon demand and at his ex-
pense, unless it be deemed necessary that they be pre-
served in the Office. Such physical exhibits in contest-
ed cases may be returned to the parties at their ex-
pense. If not claimed within a reasonable time, they
may be disposed of at the discretion of the Commis-

sioner.

1.95 Copies of exhibits.

Copies of models or other physical exhibits will not
ordinarily be furnished by the Office, and any model
or exhibit in an application or patent shall not be
taken from the Office except in the custody of an em-

vty e les ia de
theumtmctiom,routines,endothermtu«dapm—

model, #5.4.part of the application, and. these. ‘models.
;.4 part. of .therecord -of .the patent.. -Such-
models are no longer generally required (the: deecnp--,
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gmmforacomputer Thepmxrmlhﬁngmybe
either in machine or mac .(object or
source) language which will cause a computer to per-
form a desired procedure or task such as solve a prob-
lem, regulate the flow of work in a computer, or con-
trol or monitor events. Computér program listings
maybesubmnttedmpatentappbcatnmmtbefoﬂow
ing forms: -

(a8) Material which will be printed in the patent If the
computer, program listing is contained on 10 printout
pages or less, it must be submitted elther a8 dnwmgs
or as part of the specification. =~

(1) Drawirigs. 'The ‘listing may be submxtted in the
manner and complymg -with - the ‘requirements. for
drawirigs as provided in § 1:84. ‘At least one ﬁgure -
meralmrequuedoneechaheetofdrawmg o

(2) Specification. (i) The listing may be submtted 88

of the spécification in dccordance with the provi-
sions of §1.52, at the end of the descnpnon but
before the claims. =

(i) The hstmg may be submltted ‘as ‘part of the
specification in the form of computer printout sheets
(commonly 14 by 11 inches in SIZC) for use as “‘camera
ready copy™’ ‘when' o "patent is subsequently prmted
Such computer ‘printout sheets must be original copies
from tlie computer with' dark solid black letters not

less than 0.21 cni lngh, on white, unshaded and un-
lined paper, the printing ‘on each sheet must be limited
to an area 9 inches high by 13 inches wide, and the
sheets should be ‘submitted in a protective cover.
When printed in patents, such computer printout
sheets will appear at the end of the description but
before the claims and will usually be reduced about
% in size with two printout sheets being printed as
one patent specification page. Any amendments must
be made by way of ‘submission of a substxtute sheet if
the copy is to be used for camera ready copy.

(b) As an appendzx which will not be printed. If a
computer program listing printout is 11 or more pages
long, applicants may submhit such listing in the form of
microfiche, referred to in the specification (see § 1.77
(c)(2)) Such microfiche filed with & patént apphcatlon
is to be referred to as a “microfiche appendiz.” The
“microfiche appendix™ will not be part of the printed
patent. Reference in the application to the “micro-
fiche appendix” should be made at the beginning of
the specification at the location indicated in
§ 1.77(c)2). Any amendments thereto must be made
by way of revised microfiche. All computer program
listings submitted on paper will be printed as part of
the patent.
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:;inp on mxcr':gche will be avaihble to thé
14 m&“’m m thm
will Be ately_svailsble for. purchase, after, &

t bdbed on such an appheatton is granted or the

pmn
applicaﬁon is etiterw;qe made publicly avnilable

*(2) Submission. ”"iﬁemenu. Computer-generat ted in-
formation iltted sppendix 1o an. applfcatron
for patent’ be‘"in the form’ cfmcroﬂche in ac-

cordance with ‘the standards sef forth in the following
American’ National (ANSI) or National chrograph-
ics Association (NMA) Standards (Note: As new edi-
tions of theae standards are pubhshed the latest shall

apply):

ANSI PH l 28-1976—Spec|ﬁcatlona for !’hotogr;pmc Frlm for Ar-
chival Records, Silver-Gelatin Type, on Cellulose Ester Base.

ANST PH 1.41-<1976 Spécifications for Phiotographic Film for Ar-
chival Records, Silver-Geletin Type, on Polyester Base.

NMA-MS1 (1971) Quality Standards for pruter Output Mrcro
film.

ANS!/NMA MS2 (1978)- Fordmt and Ccdmg Stmdards for Com
“pater Microfilm. -

NMA MS5 (ANSI PH 5. 9-1975) Mmoﬁcbe of Doenments.

ANSIPHZ l9(1959)—DaffuseTramwnoaDenmy ey g

ewept a8 mdrﬁed or clarified: below: -

" @)... Either, :Computer-Output-Microfils. (M)}
output or copies of photographed paper copy may be:

snbmtted +In - the former caae,NMA standards MSl
~ ' . the- 3 2

(u) Fxlm.submltted shall be ﬁrst gcnerauon (camera.}

film) negative appearing microfiche (with emulsion on
the. back side of , the. film when viewed. wnth the,

rmages nght reedmg)
-(iti), R

Reduction ratio of mxcroﬁchc subrmtted sho,u!d .

ratio i§ required i
image area of the microfiche format used. -

(iv) Film submitted shall have a thrckness of at ‘Teast
005 inches (0.13 mm) and not more than. .009 inches

(0.23 mm) for etther cellulose acetate base or polyes-

ter base type
(v) Both mlcroﬁche formats Al (98 frames, l4 col-

umns x 7 rows) and. A3 (63 frames, 9 columns. x 7.

rows) which are described in NMA standard MS2

(AI is also descnbed in MSS) are. acceptable for. use

in preparation of microfiche submitted.
(vi) At least the left-most 1/3 (50 mm x 12 mm) of
the header or title area of each microfiche submitted

shall be clear or positive appearmg so that the Patent
and Trademark Office can apply serial number and.

filing. date thereto in an eye-readable form, The
middle portion of the header, shall be used by appli-
cant to apply an eye-readable apphcatron identifica-
tion such as the title and/or the first inventor’s name.
The attorney’s docket number may be included. The
final right-hand portion of the microfiche shall con-
tain sequence information for the microfiche, such as
1 of 4, 2 of 4, etc.

(vii) Additional requirements which apply specifi-
cally to microfiche of filmed paper copy:

(A) The first frame of each microfiche submitted
shall contain a standard test target which contains five

Rev. 1, Oct. 1985

1, order 1o fit. thedocmnents into. the

e uldsding T m,wvt-

;m\dwir “ g” pifEaaunl )
. f]i"al‘l

page ,

tice MS104, Inspection and’ Quality Control of Firat
Generation Silver Halide Micromm See also pata
graph 7 of NMA-MSS.

(B) The second frame of each nucroﬁche mbﬁued
must contain a fully deocriptrve title, and ‘the inven-
tor’s name as filed.

(C) The pages or lines appearing on the' microﬁche
fmmea should be consecutively numbered. -

(D) Pagination of the microfiche frames shall be
from left to right and from top to bottom. ~

“(E) At a reduction of 24:1 resolution of the original
microfilm shall be at least 120 lines per mm (5.0
target) o' that’ reproductlon copies’ may be expected
to comply ‘with - provrslons of paragraph 7 14 of
NMA Standard MSS.

(F) Background density of negatlve appearmg
camera master microfiche of: filmed ‘paper documents
shall be within the range 0.9 .to. 1.2 and. line density

should be no greater than 0.08 The density shall be
method

J‘?\K‘J gt 03 e

described in ANSI Standard PH 2,19, *'"

: (G) An'index; wher'iricluded; should appear in ‘the
last frame - (lower -right" Tiand corner ‘when'"‘data s
right-reading) of each mrcroﬁche See NMA-MSS
paragraph 6:6. ‘

- (widl) Mrcroﬁche generated by Computer Output
Mtcroﬁlm (COM)." o

“(A) - ‘Background densrty of negatlve-appeanng
COM-generatéd’ camera master microfiche shall be
within the range of 1.5 to 2.0 and line ‘density’ should
be no greater than 0.2.. The dénsity shall: be visual dif-
ﬂxsedensntyasdescnbedmANSI PH219 . .

(B) The. first frame of . each . mrcroﬁche submitted
should contain a resolution | test frame in conformance
with NMA standard MS1.

(C) The second frame of each microfiche submitted
must. contain: a fully descnpnve title and the inven-
tor’s name as filed.

- (D) The pages or lines appearmg on the microfiche
frames should be consecutively numbered.

(E) It is.prefersed . that pagination of the microfiche
frames be from left to right and top to bottom but the
alternative, i.e., from top to bottom and from left to
nght, is also acceptable j

(F) An index, when included, should appear on the
last frame (lower right hand corner when data is right
reading) of each microfiche.

(G) Amendment of microfiche must be made by
way of replacement microfiche.

(35 U.S.C. 6 and 41)
[46 FR 2612, Jan. 12, 1981)
INFORMATION DISCLOSURE STATEMENT
1.97 tFiling of information disclosure state-
ment.

(a) As a means of complying with the duty of dis-
closure set forth in § 1.56, applicants are encouraged
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mmommfommmmuthem
filing: the -

separately, the disclosure statement” should, in

addition to - the - identification of -the ‘application, -in~
clide the Grodp At Unit:to which the epplication is
assigned a8 indicited on the filing receipt. The disclo- -
surestttementmyenherbesepumfmmthespec:«:

fication or.thay be incorporated ‘therein.

(b)Aduclmurestatementﬁhdmmdmcethh.

paragraph (8) of this section shall not be construed as

a representation that a search has been made or that

no othér. matenal mformatnon a8’ deﬁned in. § 1. 56(:)
em 3:
. [OMB'Control No. 0651-0011]

| (38USCi 6, Peb. L. 97-247) SR R
(48FR2712, Jan: zo 1933 eﬂ'ectivedatel’-‘eb 27, 1933]

thereof conmdered by the gerson ﬁlmg the dlsclosure
statement ‘to 'be pertinent. ‘All* United: States patents”

listed - should ~be identified by thieir patent: numbers,

atent: dates and namies of the patentees. Each foreign -
published : application or - patent 'should “be cited -by -

identifying’ the country or office which: issued -it, the

document ‘numiber- and publication: date -indicated on -
the document: Each printed ‘publication -should’ be
identified- by author (if any), title of the pubhcatlon,'

pages, date and place of publication.

(b) When two or more patents or publications con-.

sidered material are substantlally identical, a copy of a
representative ‘one ‘may be included in the statement

and others merely listed. A’ translatxon of the pertinent

considered material should be transmitted if an exist-
ing translation is readily available to the applicant.
[OMB Control No. 0651-0011]

(35US.C. 6, Pub. L. 97-247)

[42 FR 5594, Jen, 28, 1977; para. (a) 48 FR 2712, Jan. 20, 1983, ef-
fective date Feb. 27, 1983}

1.99 Updating of informatlon disclosure state-
ment

If prior to issuance of a patent an applicant, pursu-
ant to his or her duty of disclosure under § 1.56,
wishes to bring to the attention of the Office addition-
al patents, publications or other information not previ-
ously submitted, the additional information should be
submitted to the Office with reasonable promptness. It
may be included in a supplemental information disclo-
sure statement or may be incorporated into other
communications. to be considered by the examiner.
Any transmittal of additional information shall be ac-
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orwuhm&ehterofthm-'f
motiths after the filing date’ of the upplic :
th after applicant receives the filing receipt. If
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cmdbymmdmmemdbymm
mmord:ncew«hdummmmenﬁsof“. LT

{OMB Control No. 0681-0014);:15: v ¢ Hire &
(35 USC. 6, Pub, L. 97-247).., .. .
[unzm. Jun. 20, 1983, m'ecﬁvedeeb 27 ms}

ExAmmmon OF APPLICATIONS

AUTHORITY: Secs.llOltollOﬂabosssuedmderJSUS.C. m.
132.

1.101 Orderofexmination. R

-(8) Applications filed in the Patent and Trademark

Oﬁicemdwcepnedascomplaeapphmhommu-

signed for examinstion to the respectwe examining

groups having the classes of inventions to which the

applications relate.- Applications shall be taken up for
examination by the examiner to whom they have been

assigned’ inthe order in which they have been filed

except for those: applications in ‘which examination

has been-advariced  pursuant: to § 1.102. International
applications which have complied with the reqmre- :
ments:of 35 U.S.C. 371(¢) will be' taken ‘up for action
based: on’ the date on: which such requirements were -
met. However, -unless a request has' been: filed under
35:U.S.C.:371(f), ‘no: action- may be taken pnor m 21 .
months from the priority date:> 53 :
{®) Appllcanons which have been acwd upon by :
the enmmer, and which have been placedbythe ap-
plicant'in ¢ondition for further action by the examiner
(amended applications) shall be taken up fof action in
such order as shall be determmed by the Commnssxon-

(35 U.S.C. 6 Pub. L. 97-247) :

[29 FR 13470, Sept: 30, 1964; para. (s), 48 FR 2712, Jan. 20, 1983,
effective date Feb. 27, 1983; pan. (a), 50 FR 9381, Mar. 7, 1985,
effective date May 8, 1985]

1. 102 Advament of examinntion.

(@) Apphcatxons will ‘not be advanced out of turn
for examination or for further action except as provid-
ed by this part, or upon order of the Commissioner to
expedlte the business of the Office, or upon filing of a
request under paragraph (b) of this section or upon
filing a petition under paragraphs (c) or (d) of this
section with a verified showing which, in the opinion
of the Comm:sswner, will Justnfy so advancmg it.

® Apphcatmns wherem the inventions are deemed
of pecuhar importance to some branch of the public
service and the head of some department of the Gov-
ernment sequests’ immediate action for that reason,
may be advanced for examination.

(c) A petition to make an application spec:al may
be filed without a fee if the basis for the petmon is the
applicant’s age or health or that the invention will
materially enhance the quality of the environment or
materially contribute to the development or conserva-
tion of energy resources.

(d) A petition to make an application special on
grounds other than those referred to in paragraph (c)
of this section must be accompanied by the petition
fee set forth in § 1.17(i).

(35 USC. 6 15 US.C. 1113, 1123)
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Sept. 17, 1982, efféctive dete

1.163 Suspension of sctian, :
(a)@wpemionofactimbythet)fﬁcewﬂlbegunt-
ed for good and sufficient cause and for a reasonable
time specified upon petition by the. spplicent and, if
such cause is not the fault of the Office, the payment

of the fee set forth in § 1.17(). Action will not be sus-
pendedwhenarespomebytheapplmnttomcm,

action is required.
(b) If action by the Office on an application is sus-

pended: when not requested by the applicant, the ap-

plicant shall be notified of the ressons therefor.
(c)Acbonbytheeummermybesuspendedby
order of the Commissioner in the case of applications

owned by the United States whenever publication of

the invention by the granting of a patent thereon
lmsht be detrimental to the public safety. or defense,

t the: request of : the appropmte department or
a

ference proceedings under ;Su_bp_azt;E.

(33 UV8C. & 1SUSC 1113, 1123) -

{33 PR S624; Ape. 11;1968; parss.: (a)&.(b). 4T FR 41276, Sept. 17,
1982, effective date Oct. 1, 1982; para: (@), 49: FR: 48416, Dec. 12, -
1984, effective Feb. 11, 1985; m(d),somsml.r“ r, 7, 1985,

examiner’s

eﬁ'ecnve date Mny 8, 1985]

1104 ~ Nature of examinaﬁon,
action.

(a) On taking up an appllcat:on for exammauon ora ,‘

patent. in & reexamination procéeding, the examiner
shall make a thorough study thereof and shall make a

thorough investigation: of the available prior art relat-:

ing to. the subject matter of the claimed invention.
The examination shall be complete with respect both
to comphance of the application or patent under reex-
amination with the applicable statutes and rules and to
the patentabnhty of the invention as claimed, as well
as with respect to matters of form, unless otherw1se

indicated.
(b) The applxcant, or in the ¢ case ofa reexammatlon

proceeding, both the patent owner and the requester,'

will be notified of the examiner’s action. The reasons
for any. adverse action or any objecuon or require-

ment will be stated and such ‘information or refer-

encecwnllbegwenasmaybeuseﬁxlmudmgtheap-
plicant, or in the case of a reexamination procwdmg
the patent owner, to judge the propriety of continuing
the prosecution.

(c) An international-type search will be made in all
national applications filed on and after June 1, 1978.

(d) Any national application may also have an inter-
national-type search report ptepared thereon at the
time of the national examination on the merits, upon
specific written request therefor and payment of the
international-type search report fee. See § 1.21(e) for
amount of fee for preparation of international-type

search report.
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{d)- Acuon on apphcatmns in wlnch the Ofﬁce m
accepted -& reguest-to - publlsh & defensive publication.
will be suspended for the entire pendency of these ap--
plications except for. purposes relating to patent inter-:

© 47°FR 41276, Sept. 17, 1982, effective date Oct. 1, 1932 pare. (©)
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formal report of do idtermitional-type swireh Yo prepased Ju bidar
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{&) Co-pendhgapplwm will beconudemd by
the exsminer to be owned by, or subject to an obligs: -
umofutimmmw,theumepmemf(l)theepph-
cation files refer to smigaments recorded in the: Patent
and‘l‘rldemtrkmemmdmwuhﬁlﬂl
which convey the entire rights in the applications to
the same person or organization; or (2) copies of uare-
cordedmgnmmuwhncbconveytheenmrtglmm

‘the ‘applications to the sime person or or

ganization
are filed in each of the applications; m'(J)anaﬂidcvn
or declaration by the common owner is filed which
states that there is common ownership and states facts
which explain why the affiant or declarant believes
there is common ownership;. or(4) other evidence is
submitted whxch -establishes .common ownership . of’
the’ apphcatlons “In circumstances where the’ common
owner is a corporation or other organization an affi-
davxt or declaratton may ‘ *?‘agned byan ofﬁcml of

$0FR9381 Mar. 7,1985, effechvedl!eMlyS 995]

L1105 ' Completeness of examiner's sction, .

. The -examiner’s action will ‘be- oomplete as to all
magters, except: .that:.in ..appropriste 'circumstances, ,
such as. misjoinder -of invention, fundamental defects
in. the:application; and. the like, the action: of the ex-
aniner. MAY.: be- limited: to such matters before further
action is made.. However, matters of form need not be
raised by ‘the examiner uuul a claun ‘i found allow-
able.

1106 Rejection of elaims.

(a) If the invention is not considered patentable, or
not considered patentable as claimed, the claims, or
those considered unpatentable will be rejected.

(b) In rejecting claims for want of novelty or for
obviousness, the examiner must cite the best refer-
ences at his command. When & reference is complex
or shows or describes inventions other than that
claimed by the applicant, the particular part relied on
must be designated as nearly as practicable. The perti-
nence of each reference, if not apparent, must be
clearly explmned and each rejected claim specnﬁed

(c) In rejecting claims the examiner may rely upon
admissions by the applicant, or the patent owner in a
reexamiination proceeding, as to any matter affecting
patentability and, insofar as rejections in applications
are concerned, may also rely upon facts within his or
her knowledge pursuant to § 1.107.

{d) Subject matter which is developed by another
person which qualifies as prior art only under 35
U.S.C. 102(f) or (g) may be used a8 pnor art under 35
U.S.C. 103 against a claimed invention unléss the
entire rights to the subject matter and the claimed in-
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clsimed in the hcauonmdthemmmrymvmm
egistrat Tl:e”clum_mmymupphcanm

ed by a wmver e publxshed mtutory invention reg-

istration naming that inventor if the reissue applica-
tion seeks to claim subject matter (1) which was -not "
covered by claims issued in the. patent, pnor to_the

dage of pubhcatmn of the statutory invention regtstra—

tion and (2) 'which was the’ ‘same subject matter

waived in the statutory invention regstrat:on o

[24 FR 10332, Dec. 22, 1949; 34 FR. 18857, Nov. 26, 1969; pars. (c)

added, 47 FR 21752, May 19, 1982, effective date July 1, 1982;

1985] _
1107 _‘ Cltution‘of’references.p

their natxonahty'or country,

the names of the pateritees must be ‘stated; and sich'

other data must _bg_fumxshed as may. be nccmary to

of the document is involved, the parm:ular pages and

sheets containing the parts relied upon must be identi-
fied. If printed publxcatxons are cited, the author (if
any), tltle, date, pages or platw, and place of publica-.
tion, or place where a copy can be found, shall be

glVCn. -

®) When 8 rejectlon in an applu:auon is. based on

facts within the personal knowledge of an ‘employee
of the Office, the data shall be as specific as possible,
aiid the reference must be supported when called for
by the applicant, by the affidavit of such employee,
and such affidavit shall be subject to contradiction or
cxplauatxon by the aff davits of the applxcant ‘and
other persons.

[46 FR 29182, May 29, 1981}

1.108 Abandoned applications not cited.
Abandoned applications as such will not be cited as

references except those which have been opened to

inspection by the public following a defensive publi-

cation.

{50 FR 9381, Mar. 7, 1985, effective date May 8, 1985]

1.109 Reasons for allowance.

If the examiner believes that the record of the pros-
ecution as a whole does not make clear his or her rea-
sons for allowing a claim or claims, the examiner may

R—35
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veatos wﬂl bgé MW“ b, .

naming that inventor if theume mbjoot ‘matter is.

an iriventor will be rejected as being preclud-__

pares. (d) & (e), SO FR 9381, Mas: 7; 198S; effective date May &,

In ¢ .forelsn_z
publmhcd apphcauons or. patents, in, case. only & part-

it

LR = M.)%‘W

cant or patent owner. Theapplmmtormww;
mayﬁleaMmentcommenﬁngmthcms{o;_,
allowmcewuhmmhumeumybetpmﬁedbytheg
examiner. Failure to file stch ‘s stute
give .rise to any implication. that the applicant or
pawuowmwmthorwqummthemm‘
ing of the examiner. . ‘
[«smzmz May29 1981)

1110 ‘Iventorship and date of invention of’
the subject matter of individual claims,

When more than one inventor is named in an apph- ‘
cation or ‘patent, the ‘Patent and Trademark  Office;.
when necessary for purposes: of an Office proceeding, -
may: reqmre an applfcant, patentee, or:-owner, to iden- -
tify the: inventive entity of the subject matter of each
claim: in thcapplmtxonor patent. Where appropriate, . .
the invention dates of the siibject matter of each claim::
and the ownershxp of the subject matter .on the date..
of invention may be required of the apphcnnt, patent-.j

4

ee or owner. Seeals‘ti§§l78(c)

Acnom mr Arrucm AND Fummsa

. , - CONSIDERATION . L
Aumonmr Sm. 1. lll to 1 ll3alsoxssued under35 USC 132 ’
1111 Reply by appllcant or patent owner.

(a) Aﬁer the Office action, ‘if adverse in any re-
spect, ‘the-applicant: or patent owner, if he or she per-
sists in his or her application for a patent or reexam- '
ination - proceeding, must reply thereto and may re-
quest reconsideration or further exammauon, With or
without amendment. =~

(b) In'order 1o be entitled to reoonsxderatlon or fur-
ther examination, the applicant or patent: owner must
make request therefor in writing. The reply by the ap-
plicant or patent owner must dxstmctly and specnﬁcal—
ly point out the supposed errors in the examiner’s
action and must respond to every ground of objectlon
and rejection in' the prior Office action. If the reply is
with respect to an applxcatlon, & request may be made
that objections or requirements as to form not neces-
sary to further consideration of the clanms be held in
abeyancé until allowable subject matter is mdlcated
The applicant’s or patent owner’s reply must appear
throughout to be a bona fide attempt to advance the
case to final action. A general allegation that the
claims define a patentable invention without specifi-
cally pointing out how the language of the claims pa-
tentably distinguishes them from the references does
not comply with the requirements of this section.

(c) In amending in response to a rejection of claims
in an application or patent undergoing reexamination,
the applicant or patent owner must clearly point out
the patentable novelty which he or she thinks the

M’ l.: m‘ lwi




1.1m
cludma. présént in: view of thie mwmzm ‘disioned”
by’ the veferenies; cited or ‘the ebjections made. He or'
shé must also show how the ‘amiéndmendts avoid such’
re&mouorobjecmmnnssmd ll36for
time for reply:) -
mmzmz. uayzo“mn
1.112
Aﬁer

tttttt

tion will be reconsidered and again examined. The ap-

plicant or patent owner will be notified if claims are
rejected, or objections or requirements made, in the
same manner'as after the first examination. Applncant'

or patent owner may respond to such Office action in
the same manner provided in § 1.111, with or: without
amendment. :Any ameéndments after the second Office

action must-ordinarily be restricted to the rejection or

to theé objections or remremenm made.: The apphca-
tion or patent under reexaminstion will be again con-

sldered,andsoonmpeatedly,unleutheexmmerhas‘

indicated that the actlon ns ﬁnal.
[46 FR 29182, May 29”1981] -

1113 Finai rejection or

response is limited to appeal in the case of rejection of
any claim (§ 1.191), or to amendment as specified in
§ 1.116. Petition may be taken to the Commissioner in

the case of ob,]ectmns or requirements not involved i in
the rejection of- any ‘claim (§1.181). ‘Reésponse to ‘a’

final rejection or action must. inclode cancellation of,

or appeal from the rejection: of, -each rejected: claim. -

If aﬂy claim stands allowed, the: response to a final re-
jection or action must oomply wnth any requu'ements
or-objection as to.form. - :

(b) In meking such ﬁnal rejectmn, the examiner

shall repeat or state all grounds of rejection then con-
sidered applicable to the claims in-the case, clearly
stating the reasons therefor.

{24 FR 10332, Dec. 22, 1959; 46 FR 29182, May 29, 1981)

AMENDMENTS
AUTHORITY: Secs. 1.115 to 1.127 also issued under 35 U.S.C. 132.
1.118 Amendment,

The apphc,ant;may amend before or after the first
examination and action and also after the second or
subseguent examination or reconsideration as specified
in § 1.112 or when and as specifically required by the
examiner. The patent owner may amend in accord-
ance with §§ 1. SIO(e) and 1.530(b) prior to reexamina-
tion, and during reexamination proceedings in accord-
ance with §§ 1.112 and 1.116.

{46 FR 29183, May 29, 1981)
1.116 Amendments after final action.

(a) After final rejection or action (§ 1.113) amend-
ments may be made cancelling claims or complying
with any requirement of form which has been made.

Rev. 1, Oct, 1965

by o p“ent ,
!llll),theappkuﬁonormtunderrmhv

(8) On the second or any subseqnent exammatlon;
or consideration the rejection or other action may. bez
made final, whereupon applicant’s or patent owner’s

KANUAL OF PAWW momn

W‘m‘* “’“WW

when such unendmem might ‘not' otherwise be
proper, they may be admitted upon & showing of
goodandsuﬁcnentreasonswhytheyarenecessary
and were not earlier presented.

(c) No amendmeut can be made as g matter of nght
in appealed cases. Aﬁer ‘decision on appul amend-
ments can only be made as provided in §1.198, or to
carry into etfect a recommendatxon under § l 196 o

[24FR10332.D¢¢.22.1999'46FR29183 May29 1981] R

1.117

the ﬁlmg of ‘the" apphcatxon Matter not fo in
either, involving a’ departure from' or an addition to
the original disclosure, cannot be added to the appli-
cation after its filing date even though supported by
an oath or declaration in accordance with § 1.63 or
§ 1.67 filed after the filing date of the applxcatxon ‘

'(2)) If it'is determined that an amendment filed a&er
the. filmg date of the appllcatlon introduces . new
matter, claims contammg new matter’ wxll be rejected
and deletion of the néw matter in the’ specification
and drawmgs will be requu‘ed even if the amendment
is accompanied by an oath or declaratlon in accord-
ance with § 1.63 or § 1.67.

(35 U.S.C. 6, Pub. L. 97-247) ;
[48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983]

1.119 Amendment of claims,

The claims may be amernded by canceling partlcular
claims, by presenting new claims, or by rewriting par-
ticular claims as indicated in § 1.121. The require-
ments of § 1.111 must be complied with by pointing
out the specific distinctions believed to render the
claims patentablc over the references in presenting ar-
guments in support of new claims and amendments

{32 FR 13583, Sept. 28, 1967]

R—-36




Wedbymdgmendmm ustbe

precise point indicated where the deletion or insertion

is to be made,

(b). Bxeept 8s otherwise provrded herein, & parhcu-
lar claim may be amended only by directions to
cancel or by rewntmg such claim with underhmng
below the word or words added and brackets around

the word or words. deleted ‘The rewriting of a claun}i,

in this form will be consirued as directing the can
lation of the original claim; bowever, the orrgma!
claim number followed by the parenthetrcal ‘word

“smended” must be used for the rewritten claim. If a

previously rewritten claim .is rewritten, underlining

and bracketing will be applied in referenee to the pre-

vtonsly rewritten claim with the paren

expres-'
sion: ' “twice: amended,” “three  times amended.’? etc,

following the:original claim numbes.

(c)Aparucuhrelmmmuybeamendedmthef
manser indicated . for, the application in:paragraph; (a)
ofthmsecnonmtheextentofcmecuonsmspelhng.:
punctuation, . and: typographical . errors. .- Additional
ammdmemsmthmmannermllbeadmmed provided

the .changes -are - limited -to: (1) Deletions and/or: (2)

the addition of no.more. than five words in -any-one:
claim. Any amendment submitted with instructions to

amend particular clsims but failing to conform.to the

provisions .of - paragraphs (b) and (c) of this section.
may, be comdered nonresponstve and treated accord-,

ingly.
(@ Where underlmmg or brackets are mtended to.

appear in the printed patent or are properly part of
the claimed material and not intended as symbolic of
changes in the particular claim, amendment by rewrit-
ing in accordance with paragraph ®) ot' this sectlon
shall be prohibited.

(e) In reissue applications, both the deempttve por-
tion and the claims are to be amended by either (1)
submrttmg a copy of a portion of the description or
an entire claim with all matter to be deleted from the
patent being placed between brackets and all matter
to be added to the patent being underlined, or (2) in-
dicating the exact word or words to be stricken out
or inserted and the precise point where the deletion
or insertion is to be made. Any word or words to be
inserted must be underlined. See § 1.173.

® Proposed amendments presented in patents in-
volved in reexamination proceedings must be present-
ed in the form of a full copy of the text of: (1) Each
claim which is amended and (2) each paragraph of the
description which is amended. Matter deleted from
the patent shall be placed between brackets and
matter added shall be underlined. Copies of the print-
ed claims from the patent may be used with any addi-

the :pphaaon (excludmg the: eldm) are made by
ling a. paper (whnch shon,lg coufom tok5‘152), dx-

R—37

pateat claim. No amendment mey

theeeopeofthechimsofthepﬂent. Nonewmatter
may be introduced into’ the petent ‘
(35 USC. 6 Pub. L. 97-24% ! st SRR
{32 FR 13583; Sepe. 26, 1967; «smzma. May 29, 1961; pm.(e).
49 FR 585, Jan. 4, 1984, effective date Apr. 1, 1984] . .

1122 Entry end eonddemtm of mendmnts

(a) Amendments are “enter * by the Ofﬁce by
making ‘the proposed’ deletrons by drawing a line in
red mk through the word or words cancelled, and by
_ _‘substrtutrons or insertions in red
mk, small insemons,being Written m at the deslgnated

(b) Ordmarily al! am dments presented ina paper
filed while the application is open to amendment are
entered and considered, subsequent cancellatxon or
corzection :being . required .of -improper: :

Unttmely amendatory papers may be refused entry

d considerstion in whole or in part 2

g

onded drafismen; at applicani’s expetise; or

mnission of subst:ltute drawings by applxeant
A “sketch in permanent ‘ink’ showing ' proposed
changes, to béconie’ part ‘of the récord, must be filed
for approval by the exammer and should be a separate
paper. -
(35 US.C. 6, Pub. L97-247)

[48 FR 2712, Jan. 20, 1983, eﬂ‘ecuve date Feb, 23, 1983 49 FR 555,
J:m. 4, 1984 effective date Apr 1. 1984]

1, 124 Amudnent of amendh:ente.

When an amendatory clause is to be amended, it
should be. wholly rewritten and: the original insertion
canceled, so that no. interlineations or deletions shail
appear in the clause as finally presented. Matter can-
celed by amendment can be reinstated only by & sub-
sequent amendment presentmg the canceled matter as
a new insertion.. :

1.125 Snbstitnte speeiﬂeation. ‘

If the number or nature of the amendments shall
render it difficult to consider the case, or to arrange
the papers for printing or copying, the examiner may
require the entire specification, including the claims,
or any part thereof, to be rewritten. A substitute spec-
ification may not be accepted unless it has been re-
quired by the examiner or unless it is clear to the ex-
aminer that acceptance of a substitute specification
would fucilitate processing of the application. Any
substitute specification filed must be accompanied by

Rev. 1, Oct. 1988



Chab e

The-original. numbering of:the: m mu‘et’b'e'pi-e-
served throughout 'the’ p i

bered. When‘ claims are ad&(ibe)d except When presented

ence t0.a forengn patent ox: to a pnnted publn_‘ tion,
and the inventor of the subject matter of the 1'e,]ectedi

claim, the owner of the patent under reexamination,
or the person qualified under §§1.42, 143 or 1.47,
shall make oath or declaration as to facts.shiowing a
completion of the invention in this country before the
filing date of the application on’ which'the domestic
patent issued, or before the date of the foreign patent,

or before the date of the printed publication, then the:

patent or publication cited shall not bar the grant of a

patent to- the inventor or the. confirmation of the pat-

entability: of the claims of the patent, unless the date
of such patent or printed publication is more. than one
year prior to the date on which the inventor’s or
patent owner’s application was filed in this country.
(b) The showing of facts shall be such, in character
and ‘weight, as to establish reduction to practnce prior
to the effective-date of the reference, or conception of
the invention prior to the effective date of the refer-
ence coupled with due diligence from said date to a
subsequent reduction to practice or to the filing of the
application. Ongmal exhibits of drawings or records,
or photocopies thereof, must accompany and form
part of the affidavit or declaration or their absence
satisfactorily explained.
(35 US.C. 132; 35 US.C. 6, Pub. L. 97-247)

Rev. 1, Oct. 1985

“When ‘claims’ 'sre
canceled.- the: remainiag cleims must 0ot be refum-

peteht %vhich“su‘bsm&ny showsu or descrlbes'bm’
clai theinvention,brmre‘ferencetoefor-:

eign’ patent, or to s printéd’ publication, ‘or to facts’

within the personal knowledge of an employee of the
Ofﬁce, or 'when rejected upon amode or capebimy of
operauon attnbuted to a reference, or because the al-
leged invention is held to. be moperanve or lacking in
utility, or frivolous or injurious to pubhc health or
morals, afﬁdavnts or. declmtions traversmg thene ref-
erences or objectxons may be recewed o

G5.USC 6, Pub. L. 97-247) . .
[4s FR 2113_ Jan. 20,1983, effective due Feb, 27 1983]

(a) Intervnews wnh examifiers coneemmg apphca-
tions and other matters: pending before: the - Office’
must be had in’the examiners’ rooms st “such”times,
within: officehours; a8 the: respective exaniiners: msy"
dwgnate ‘Interviews  will ‘not” be/ permitted at any:
other time' or place without:the authority of the Com-"
missioner; Interviews for the discussion of ‘the patent-
ability of pending apphcauons ‘will not be ‘had before:
the first: official: action thereon Intemews shou!d be’
arranged for-in advance.: :

{6y In" every ‘instance: where reoonsldemtlon i8¢ re-‘
quested in view of an interview' with an’ examiiner, a’
complete ‘written statement of the reasons preseiited at’
the interview as warrantmg favorable action must be-
filed by the applicant. An interview does not' remove
the necessity for response to Ofﬁce actxons as spec:
ﬁedm§§11111135 Fo

(35 U S C. 132)

TIME FOR RESPONSE BY APPLICANT ABANDONMENT
OF APPLICATION-

AU'!'HOR]TY Secs: 1.135 to 1.138 a]so nssued ‘under 35 USC 133.

l 134 Time period for response to-an Office
aetion. .

An Office action will notnfy the apphcant of -any
non-statutory or shortened' statutory time - period set
for response to an Office action. Unless the applicant
is notified in writing that response is requu‘ed in less
than six months, a maximum penod of six months is
allowed.

(35 U.S.C. 6 15 US.C. 1113, 1123)
{47 FR 41276, Sept. 17, 1982, effective date Oct. 1, 1982]

1.135 Abandonment for failure to respond
within time period.

(2) If an applicant of a patent application fails to re-‘

spond within the time period provided under §§1.134

R-—38
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tempttompondandtoadm;hemtoﬁnﬂ
action, and is substantially a complete response to the
Office . action, but_consideration of some mattér or
cogxphmee with some requirement has been inadvert-

, oppo:tumty to explam and supply the

(a} If nupplzcant gt

forpurpomofdetermxmngthepeﬁodofextensmn
and the corresponding amount of the fee. The expira-
tion of the time period i§ determined by the amount
of the fee paid. In no case may an applicant rapond
later than the maximum time period set by statute, or
be granted an extension of time under paragraph (b)
of this section when' the provisions of this paragraph
areavmhble See § 1.643 for ‘extension of time in in-
terferenee ‘ “ s and § 1. SSO(c) for extens:on of
time in reexamination ptocwdm
(b) ‘When a fesponse with- petmon ‘and fee for ex-
tension of time cannot be filed ‘pursuant to paragraph
(a) of this section, the time for response will be ex-
tended only for sufficent cause,-and for g reasonsble
time specified. Any request for such extension must
be filed on or before the day on which action by the
applicant is due, but in no case will the mere filing of
the request effect any extension. In no case can any
extension carry the date on which response to an
Office action is due beyond the maximum time period
set by statute or be granted when the provisions of
paragraph (a) of this section are available, See § 1.645
for extension of time in interference proceedings and
§ 1.550(c) for extension of time in reexamination pro-

. Jings.
(35 U.S.C. 6, Pub. L. 97-247)

PATENT RULES

ARG DA ARE TRt acd 0 Fa AR

requited- 10 respond”

nm-uamryorlhortenedmwryﬁmepenod,ap-f
phmt’mayrapoudupwifour ‘mionths after ‘the: thne:

-set :if & ‘petition for an extension’ of time and’
the-feé: set in §1:17 wre filed prior to or with the re-:
sponse,-uniéss (1) -applicant is notified otherwise in:an’
Office: action ‘o (2): theapplmnonumvolvedman‘
interference declared pursuantto§16ll ‘The date on’
which : the: respotise, the::petition, and''the fee have:
been filed is the date of the response and glso the date-

R—39
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1 1962, .49 m,
416, Dec. |
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(a) An appm abnndoaed for M\m to -Pros-
ecute'may be revived a8 & pending application if it is
shown to the satisfaction of the Commissioner that
the delsy was unavoidable. A petition to revive an
sbandoned: spplication must be promptly filed after
the : applicant is ' notified - of, or otherwise becomes
aware of, the sbendonment, and must be

by a showing of the causes of the delay, by the pro-
posed response unless it has been previously filed, and
by the petition fee set forth in § 1.17(1). Such showing
must be a verified showing if made by a person not
registered to practice before the Patent-and Trade-
mark Office.

(b) An application unintentionally abendoned for
feilure to prosecute, except pursuant to §1.53(d), may
be revived as a pending: application if the delay was
unintentional, A petition. to_revive an unintentionally
abandoned g pphcmon must be ﬁled thhm one year
of -the* date ‘on Which  the' application’ became aban-
doned: or be. filed: within three months of the date of
the: first: decision .on 'a petition t0: revive under para-
graph: (a). of -this section which was filed within: one
ymrofthedateof&ndonment of the application. A
petition: to-revive-an - unintentionally abandoned appli-
cation must: be accompanied by: (1)-A statement that
the - abandoament: was -unintentional; .(2) A proposed
response -unless it has.-been: previously: filed, and (3) &
petition: fee -as set-forth:in. § 1.17(m).. Such statement
muist :be a verified:statement if made by & person not
registered to practice before the Patent and Trade-
mark Office. The Commissioner may require addition-
al information. where there is a question whether the
abandonment - was -unintentional. The . three month
period set forth in this paregraph may be extended
under the provisions of § 1.136(a), but no further ex-
tensions under § 1.136(b) will be granted. Petitions to
the Commissioner under § 1.183 to waive any time pe-
riods for requesting revival of en umintentionally
gbandoned application will not be considered, but will
be returned to the spplicant..

{c) Any petition pursuant to paragraph (a) of this
section not filed within six months of the date of
abandonment must be accompsaniéd by a terminal dis-
claimer with fee under  § 1.321 dedicating to the
public a terminal part of the term of any patent grant-
ed thereon equivalent to the period of abandonment
of the application.

(35 US.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)
[OMB Controf No. 0651-0011]

[47 FR 41277, Sept. 17, 1982, effective date Oct. 1, 1982; para. (b),
48 FR 2713, Jan. 20, 1983, effective date Feb, 27, 1983]

1138  Esxpress abandonment,

An application may be expressly ebandomed by
filing in the Patent and Trademark Office a written
declaration of abandonment signed by the applicant

R"o 1' mt. l”s
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i R ‘ 5 &
abmdonedbyﬂkngawnttea decla;anon
ment signed by the ‘sttome '”Wig&nﬁ
registered attosney of agent: acting und« the: pmvn-

sion of §1.34(s), or:of :recond, may: also expressly.
Mdmamwplmonuoftheﬁhngduem
ed to a continuing application whea filing such ‘a:con-
tinuing application. Express abandonment of the appli-
wmmymtbetecognmdbythe()fﬁceunluutn
actually received by appropriate omcmls in mne to
acttlmeoabefmthedawofmm. Lo
{OMB Coatral No. 0651-0011) ' E

[47 FR 47244, Oct. 25, 1982, dl'echvedm:?eb 27, 1983 nm
48416, Dec. 12, 1984, effective date Feb. 11, ms] .

1138 [Removed]

[SO FR 9382, Mar. 7, 1965, cffective date May 8, 1985] .

Iomm ax: Immous w.ONE Amrcamx, |
RESTRICTION

Av-nmm( m:m 101,147 also § :
1141 ) in one. .
(@) Two: or mm'e mdependmt andr::dmuﬂct mveno
tions; that:is,-inventions: which ‘do:not:forni- & singlé:

general inveitive concept, may not be:claimed 'in' one:

applicdtion; except ‘that more:then oneispecies of an
invention, not to exceed 8 ressonable number, may be

specifically. claimed'in different claims in one spplica-

tion; provided the application: also-includes an allow-

able claim gefieric to: all ‘the claimed species and all
the claims to: species in éxcess' of ‘one are written in’
dependent form (6175) or. otlmwxse mclude all thc
limitations of the generic claim. -

:(b)y A group of claims ofdnffmnt categonesmm
application so-linked as-to form a:single inventive
concept are congidered to be one invention. In par-
ticular any of the following groupings of claims of
different categorws may be mcluded in the same ap-
plication: -~

(U im addltum to a clmm for a given product, -

- (i) A claim for one process specislly adspted for the
manufacture of the said product, as where the process
of making as claimed cannot be used to make other
and maerially different products; -+

@ii) .A claim for one use of the smd product,
where said use as clsimed cannot be practiced w:ﬂx
another materially different product; or

(iii) Both (b)(1) (i) and (ii); :

(2) In addition to a claim for a given process, a
claim for one apparatus or means specifically designed
for carrying out of the said process, that is, it cannot
be used to practice another materially different proc-

ess,

(c) If the situation of paragraph (b)(1) of this sec-
tion exists where claims to all three categories, prod-
uct, process and use, are included, and the product
claims are not allowable, the use and process claims
are not so linked as to form a single general inventive
concept. Where the process and use claims are not so
joined by an allowable linking product claim, the ap-

Rﬂ 1, Oct. 1985

i """‘underssvscnzl

“or‘more independent aid distinct inven-
‘clsited in & single appﬁcadon, the examiner

in lus action shall requne the applncdnt in his response

10" that actipn fo elect;!hat inventxoﬁ:to” which his

. If the.applicant disagrees. wnh the reqmrement for
resmcnon, ‘he:may-request reconsideration, and- with-.
drewal or-modification of the teqmrement, .giving.the:
reasons therefor.: (See § 1.111.) In requesting reconsid-.
eration: the: apphcant must indicate a' provisional elec:.
tion. of one inventioa for prosecution, which inveation
shall be the one elected in the event the requiremént
becomes final The requirement for restriction will- be
reconsidered’ on. such a request. If the requirement is
repeawdnndmndeﬁnaltheemmmerwnllattheme
time act on-the claims 1o the invention elected. . - -

i mﬁ Petition from requirement for restric-
on.

. After. a fmal requuent for restnctlon, the apph-
cant, in addition to. makmg any response, due on the
remainder of . the action, may petition the Conums-
sioner to review. the. requu'emcnt Petmon may be de-
ferred. until a.fter final . action on -or, allowance of
claims to the invention elected, but must be filed not
later than appeal. Apetztwnwﬂlnotbeconsxderedlf
reconsideration of the reqmremem was not requested
(See § 1.181)

1.145 Subaequent presentation of cluim: for
dlﬂermtlnvention.

If, ‘after an office action on an appllcatnon, the ap-
plwnnt presents claims directed to an invention dis-
tinet from and independent of the invention previous-
ly claimed, the applicant will be required to restrict
the claims to the invention previously claimed if the
amendment is entered, subject to reconsideration and
review as provided in §§ 1.143 and 1.144.

1.146 Election of species.

In the first action on an application containing a ge-

neric claim and claims restricted separately to each of W

more than one species embraced thereby, the examin-
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e my reqmretheuppliemtm hnrespome
“dpé "samwwwmm

eontumclnmsduectelltomorethanaﬁnmn&e
number of species, the examiner may reguire restric-
tion - of  the claims to -not more than 'a resscasble
number of species before taking fnrther lction in the
(M L. 94-13!. 89 Stat. 685)
(43 FR 20465, M.y 11, 1978}

¢ DESIGN PATENTS |

1.151 ° Rules applicable.

‘The. rules relating to applications for patents for
‘other inventions or discoveries are also applicable to
apphcatwns for patents for designs except as other-
wise provided.

(5 US.C. 171)
l 152 , Drawing.

- g0 must be- repreeented by Ira;
in conformnty wnth the rules laid down fo drawmgs

shadmg must b tsed {0 show the character' or eon-
tourofthesurfacesrepresented et . e
(BSUS.C. 113, 171)

1.183 - Title, description and chlm, oath or dec-
laration. -

(a) The.title of the deSIgn must designate the par-
ticular article. No descnptnon, other than a reference
to the drawing, is ordinarily required. The claim ‘shall
be in formal terms to the ornamental design for the
article. (specifying name)-as shown, or as shown and
described. -More .then one claim is neither requu'ed
‘BOf petmltted ,

- (b) The oath or declarauon reqmred of - the apph-
cant must comply with § 1.63.

(35 U.S.C. 6, Pub. L. 97-247)

[24 FR 10332, Dec: 22, 1959; 29 FR 18503, Dec. 29, 1964; pars. (b),
48 FR 2712, Jun. 20, 1983, effective date Feb. 27, 1983}

1.154  Arrangement of specification.

The followmg order of arrangement should be ob-
served in framing desxgn specifications:

(a) Preamble, stating name of the apphcant and title
of the design.

{b) Description of the ﬁgure or ﬁgures of the draw-
ing..

(c) Description, if any.

(d) Claim.

(e) Signed oath or declaration (See § 1.153(b)).
(35 US.C. 171; 35 US.C. 6, Pub. L. 97-247)

[24 FR 10332, Dec. 22, 1939, para. (e). 48 FR 2713, Jan. 20, 1983,
effective date Feb. 27, 1983)

1.155 Issue and term of design patents.

(a) If, on examination, it shall appear that the appli-
cant is entitled to a design patent under the law, a

© thet

the issue fee later than three months after the miilifig

“after the matlmgjof the notl“

R—41
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notweofullowmcewillbemttotheapp!imnt.or

applicant's attorney ‘ot 'dgent; tdlfing for the payment
of the issue fee (§ 1.18(b))i I g insué fie is nd® peid

-within 3. months of .the date, of the notice: of. alfow-
\mmewmmmuumumm

it of

fb) The' iér' inay accept the
of the notice of sllowance a8 though o sbandonment
hadeveroocmedxfnponpmumthewaympay-
ment is shown to have been unavoidable. The petition
to accept the delayed payment must be promptly filed
after the applicant is notified of, or otherwise becomes
aware of, the abandonment, and must be accompanied
by (1) the issue fee, unless it has been previously sub-
mitted, (2) the fee for delayed paymcnt (§ 117(1)),
and (3) a showmg that ‘the’ delay was ‘unavoidable.
Such showing must be a verified’ showmg if made by
a person not registered to practxce before the Patent
and Trademark Office. _

(c) The.Commissioner . may, upon petmon, wcept
the payment of the issue fee later than three months
ce as though
the dclay m

be ftled ‘within  three _months of the date, of the first

decision on'a petltlon under paragraph (b) of this. sec-
‘tion.-which was filed: within one year: of the dadte .of

abandonment:: of -the: apphcatton “The. ‘petition -to
accept the delayed payment. must be accompanied by

(1) the issue fee, unléss it has been previously submit-

ted, (2) the fee for umntentlonally delayed’ payment
(§ 1.17(m)), and ' (3)a statement that the delay was un-
intentional. Such statement must be a verified state-
ment if made by a person not registered to practlce
before the Patent and Trademark Office. The Com-
missioner may require additional information where
there is a question whether the abandonment was un-
intentional. The three-month period from the date of
the first decision referred to in this pamgraph may be
extended under the provisions of § 1.136(a), but no
further extensions under § 1.136(b) will be granted.
Petitions to the Commissioner under § 1.183 to waive
any time periods for requesting revival of an uninten-
tionally abandoned application will not be considered,
but will be returned to the applicant.

{d) Any petition pursuant to paragraph (b) of this
section not filed within six months of the date of
abandenment must be accompanied by a terminal dis-
claimer with fee under §1.321 dedicating to the public
a terminal part of the term of any patent granted
thereon equivalent to the period of abandonment of
the application.

(35 US.C. 6 15 US.C. 1113, 1123)
{47 FR 41277, Sept. 17, 1982, effective date Oct. 1, 1982)
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1.162 Amm«docm

The for a plant petent must be the person
whohu veuted or discovered and asexuelly repro-
duced the new and distinct variety of plaat for which
& patent is sought (or as provided in §§1.42, 1.43, end
- 1.47). The osth or declaration required of the sppli-
cant, in addition to the averments required by § 1.63,
_must state that he or she has asexually reproduced the
plant. Where the plant is a newly found plant the oath
or declaration must also state that it was found in-a
_cult:vated ares. ' ;
(35 US.C. 6, Pub. L. 97-247)
[OMB Coatrol No. 0651-0011]
?mmzm Jan! zo, 1933 eﬂwﬁvedateFeb , 1983}

7"_ 1.163 S : :
(a) The apeclﬁcat;on mmt tam _ ullandcom

part:culatly point out where and in’ ‘what marinier the
variety of plant has been asexiially reproduced. In the
case of & newly found: plant, the: speécification must
‘particularly point -out the location and character of
the area where the plant was discovered. -

. (b) Two copies of the specification (mcludlng tbe
clmm) must be submitted, but oaly one signed oath or
declaration is required. The second copy of the speci-
fication may be a legible carbon copy of the original.
(35 US.C. 112, 162; 35 U.S.C. 6, Pub. L. 97-247)

[2%4 FR 10332, Dec. 22, 1959, para. (b), 48 FR 2713, Jan. 20, 1983,
effective date Feb, 27, 1983] '

1.164  Claim. o ,

The clsim shall be in formal terms to the new and
distinct variety of the specified plant as described and
illustrated, and may also recite the principal distin-
guishing characteristics. More than one claim is not
permitted.

(S US.C. 162)

1.165 Drawings.

(a) Plant patent drawings are not mechanical draw-
ings and should be artistically and competently exe-
cuted. Figure numbers and reference characters need
not be employed unless required by the examiner. The
drawing must disclose all the distinctive characteris-
tics of the plant capable of visual representation.

(b) The drawing may be in color and when color is
a distinguishing characteristic of the new variety, the
drawmg must be in color. Two copies of color draw-
ings must be submitted. Color drawings may be made
either in permanent water color or oil, or in lieu
thereof may be photographs made by color photogra-
phy or properly colored on sensitized paper. Perma-

Rev. 1, Oct. 1585

-study and inspection. Such s

‘and’ dlsnncuveness of the’ vanety ‘of plant may ‘e fe-
‘ceived when ‘the need of such afﬁdavxts or ﬂeclara-

}‘ ,, 20 BREY REtEste Nt} ,m 3
.'meaawinmym mmtcomnpondinm wmt
Mm&ywwmmummmdnm

See § 1

(35.U.S.C. 183, 1615 38 US.C. & 15 U.SC. 1113, 1123)
(24 FR 10332, Dec.'22, 195, pers. (b) 47 FR 41217. Sept 1, mz.
effective date Oot. 1, 1982]

1.166 Specimens,

The applicant may be required to furnish spec:mens
of the plant, or its flower or fruit, in a quantity and at
a time in its stage of growth as may be designated, for
eci properly
packed, must be forwarded in conformity with in-
structions furnished to the applicant. When it is' not

‘possible to forward such specimens, ‘plants must be

made svailable for official inspection where grown
(35 US.C. 114, 161)

1.167 Examinstion.

(a) Applxcctxons may be submxtted by the Patent

tions is indicated.

(35 US.C. 161, 164; E.O. 5454, Oct. 17, 1930) -
[24 FR 10332, Dec.: 22,-1959;:36 FR 18837, Nov. 26. 1969]

REISSUES

' AUTHORITY Secs 1 171 to 1 179 also lssued under 35 USC 281.

1171 Applicatmn far reissue.

- An’ apphcatxon for reissue must contain the same

‘parts “required for an application for am original

patent, complying with all the rules relating - thereto
except as otherwise provnded and in sddition, must
comply with the requirements of the rules relating to
reissue applications. The application must be accom-
panied by a certified copy of an abstract of title or an
order for a title report accompanied by the fee set
forth in § 1.19(b)(2); to be placed in the file, and by an
offer to surrender the original patent (§ 1.178).
(35USC. 6 15 Us.C 1113, 1123)

[OMB Control No. 0651-0011]

(47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982)

1.172 Applicants, assignew

(a) A reissue oath must be signed and sworn to or
declaration made by the inventor or inventors except
as otherwise provided (see §§ 1.42, 1.43, 1.47), and
must be accompanied by the written assent of all as-
signees, if any, owning an undivided inferest in the
patent, but a reissue oath may be made and sworn to
or declaration made by the assignee of the entire in-
terest if the application does not seek to enlarge the
scope of the claims of the original patent. -

(b) A reissue will be granted to the original patem.
ee, his legal representatives or assigns as the interest

may appear.
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_ AMICHIOEE DA
" (33 US.C. 6, Pub, L. 97-247)
[OMB Coatrol No. 0651-0088f17 i+
mm}.maz.pec 22, 1959, pln- (l)-
date Feb. 27, 1983] .
n.m Spoomoaﬁoa.
'me specification ot’ﬂie reissie’ apphcmon Toust in-
ohﬂe*tlie ‘entive specification and: claitns of the’ pateiit,
‘with ‘this matter to be omitted by reissue enclosed in
‘square’ brackets; 'ind any additions- madeé by thie re-
swe must be urderlined,; so that the old-and the new
specifications and claims may :be readily compared.
Claims should not be renumbered and.-the numbering
of claims added by reissue shouid follow! the number
‘of the highest riumberéd patent claim. N o new matter
shall be introduced into fhe speciﬁ .

.114 Drawinga
(l) The drawmgs upon whlch the ongma! patent

4o polesnnied ERT S

2104 don. 20, 03,

was issued may be used in, reissue. applxcatlons if mo -

changes whatsoever are to be made in the dtawmgs
In stch cases; wheri the Teissue application is filed; the
-applicent:must submit & tewiporady:drawing which
may consist of a copy of the printed-drasvings of the
‘of the ongmal drawings of ,thc

pctent,arexostncted S
(36 US.C. 6, Pub. L, 97-247) ,:i. o ’

(26 FR 10332, Deg, 22, 1959; pars. (a). 48 FR 2713 Jan. 20, 1933
effective date Feb. 27, 1983] L

1175 . - Reissue oath or declaraﬁon.

- (&Y Applmnw for reissue, in addition to: comp!ymg
vmh the' requirements of § 1.63, must also file with
their applications a statement under oath or declara-
tion as follows: ~

(1) When 'the apphcant verily beheves the originsl
patent to be wholly or partly inoperative or invalid,
stating such belief and the reasons why, .

(2) When it is claimed that such patent is so inoper-
ative of invalid by reason of a defective speclﬁamm
or drawing,” particulasly specifying such defects. -

) Whon it is claimed that such patent is inoper-
ative or invalid “by reason of the patentee claiming
more or less than he had the right to claim in the
pﬂem," distinctly specifying the excess or insufficien-
cy in the claims.

(4) [Reserved]

(5) Particularly specifying the errors relied upon,
and how they arose or occurred.

(6) Stating that said errors arose “without any de-
ceptive intention” on the part of the applicant.

(7) Acknowledging a duty to disclose information
applicant is aware of which is material to the exami-
nation of the application.

(b) Corroborating affidavits or declarations of
others may be filed and the examiner may, in any
case, require additional information or affidavits or
declarations concerning the application for reissue and
its object.

(35 US.C. 6, Pub. L. 97-247)

PATENT

Wapaxy T

R~43

119,

haggq ";EA! LB s
[oun Control No. 061-0011]

(24 R 16332. Dec. 2, i$s9 2’ FR usos Dec 29 1964 34 FR
18857, Nov, u. M m«).m mnlmx w*w. 1952 *Wﬁc-

An origiml chim |f re-pruehted m'the rexsmjiii:-
phcahon is sabject to - reeummtnon. and the 'éntite

application will be'examined-in ‘the samie manfier s
“Original lpphcauons, subject to" the - riles’ telating
thiereto, ‘excepting that division will tiot' be reqmred
Applxcdtlons for reissue will be'acted on by thé éxam-
iner in advance of other apphcatlons, but ‘not soomner
‘than -twé' months ‘after ‘announcement of the filing of

the: retswe apphcatlon has apponred in the Oﬁicral Ga-

by the Commissioner. upon petition and”payment”of
‘the fee sét forth in § 1. 17(1), all the divisions of a re-
issue will issue sunultaneously, if'there bé any contro-
versy a3 to one division, the others will be withheld
from issue until the controversy is ended unless the
'Commissioner shall otherwxse order '

@B5USC. 6 15 US.C 1113 1123) ,
. [47 FR 41278 Sept. 17, 1982, eﬂ'ecuve dlile Cet. |, 1982]

1 178 Originnl patent.

The appllcanon for a relssue must be acoompamed
by an offer to surrender the, ‘original patent.. The ap-
plication should also be accompamed by the orlgmal
patent, or if the original is lost or maocesszble, by an
affidavit or declaration to that effect. The. application
may be accepted for examination in the absence of the
original patent or the affidavit or declaration, but one
or the other must be supplied before the case is al-
lowed. If a reissue be refused, the original patent wnll
be returned to applicant upon his request.

[OMB Coatrol No. 0651-0011]
[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969]

1.179 Notice of relssue application,

When an application for a reissue is filed, there will
be placed in the file of the original patent a notice
stating that an application for reissue has been filed.
When the reissue is granted or the reissue application
is otherwise terminated, the fact will be added to the
notice in the file of the original patent.

M'oltmtc l”s
R B B2




181’
PB’TITIONS AND AC’I‘ION lY‘l"llg é’, { ( ONE
1.181 Peﬁtim to the cm

@) Petltnon ay be taken to the Commiss (l)
From sny action or requirement of any exeminer in
the ex parte prosecution of an ipplicetion whick’is'mot
subject. to appesl to the. Board of Patent Appeals and

Interferences or, to the.court; (2).in: cases; in. which a

.,sututeortbemlesspemfywthemtmrutobede-
-termined directly. by or. reviewed by the Commission-
er; and (3) to invoke the supervuory guthority of the
Commissioner in appropriate circumstances. For peti-
tions in interferences, see.§ 1.644. .

- (b): Any.such petition must coatsin a statement of
thcfactsmvolvedandthepmntorpomtstobere—
viewed and the action requested. Briefs or memoran-
ds, if any, in support thereof should accompany or be
embodied in the petmon, and where facts are to be
proven, the proof in the form of affidavits or declira-
tions (and exhlbxts, if any) musi, accompany the. peti-

Commxssxoner the approprlate sectton of tlus part will
so indicate. If any required fee does not accompany
the petition, the petition will be dismissed.

(¢) Oral hearing will not be granted except when
considered necessary by the Commissioner.

® Except as otherwise provided in these rules, any
such petition ot filed within 2 months from the
action complained of, may be. dismissed as untimely.
The mere filing of a petition will not stay the period
for reply to an Examiner’s action which may be run-
ning agamst an applxcauon, nor act as a stay of other

ings.

(@) The Commissioner may delegate to appropriate
Patent and Trademark Office officials the determina-
tion of petitions.

(35 US.C. 6; 15 US.C. 1113, 1123) '
[24 FR 10332, Dec, 22, 1959; 34 FR 18857, Nov. 26, 1969; parss.
(@ & (5), 47 FR 41278, Sept. 17, 1982, effective dste Oct. 1, 1982;
pare. (a), 49 FR 48416, Dec. 12, 1984, effective date Feb, 11, 1985}

1.182 Questions not specifically provided for,
All cases not specifically provided for in the regula-
tions of this part will be decided in accordance with
the merits of each case by or under the authority of
the Commissioner, and such decision will be commu-
nicated to the interested parties in writing, Any peti-
tion seeking a decision under this section must be ac-
companied by the petition fee set forth in § 1.17(h).

(35 US.C. 6; 15 US.C. 1113, 1123)
(47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982)

Rev. 1, Oct. 1966
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1,183 Monofmkm R
' In an extraordiner sittutiom,whenjmoe quire:
any requirement of the regulations in this part whsch.
is not a requirement of the statutes imay be suspended

or waived by the Commissioner or. the Commission-

er’s designee, sua sponte, of on petition. of the .inter-

ested party, subject to such other requirements as may

be imposed. Any. petition uader this section must be
accompemedbythepetmonfeesetforthmilﬂ(h)

(35S USC. 6 15 USC. 1113, 1123)

[47F‘R4!278.3ept- 17, 1982, effective date Oct. 1, mz] ‘.

1184 Reeomidention of cases deetded by
former Comniuionem.

Cases which have been decxded by one Commns-
sioner will not be reconsldered by his successor
except in- accordance ' with the prmc:ples wluch
govern the grantmg of new tnals '

(§ 1. 113), may, upon the payment of the fee set forth

in § 1.17(e), appeal from the decision'of the examiner
to’ the ‘Bosrd of Patent Appeals and Interferenoes
within the time allowed for response.

(b) The appeéal in: ‘an’application must: identify the‘

_rejected claim or claims appealed, and:-must be signed
by the: appllcant or duly suthorized atiorney or agent.

An appeal in a reexamination proceeding must identi-
fy the rejected claim or claims appealed, and must be

signed by the patent owser or. duly authonzed ‘attor-

ney or agent. ..
(c) An appeai when taken must be taken from the

‘rejection of all claims under rejection which the ap-

plicant or patent owner proposes to contest. ~Questions
relating 10 matters not affecting .the merits of .the in-
vention - may be reguired to . be settled ‘before an

-appeal can be considered.

'(d) The time periods set forth in §§ 1. l9l through
1.194, 1.196 and 1.197 are subject to the provisions of
§ 1.136 for patent applications or § 1.550(c) for reex-
amination proceedings.

(35 US.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)
{OMB Control No, 0651-0011)

{46 FR 29183, Mey 29, 1981; para. (a), 47 FR 41278, Sept. 17, 1982,
effective date Oct. 1, 1982; para. (d), 49 FR 555, Jan. 4, 1984, effec-
tive date Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984, effective date
Feb. 11, 1985])

1.192 Appellant’s brief.

(a) The appellant shall, within 2 months from the
date of the notice of appeal under § 1.191 in an appli-
cation, reissue application, or patent under reexaminagih,
tion, or within the time allowed for response to th{
action appealed from, if such time is later, file a brief @™
in triplicate. The brief must be accompanied by the
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tequisite fee set forth- in. § 1:17¢f): and. must eet . forth
the authorities and arguments on which: the appellant
will rely. to maintein the appeal. The bricf most in-
clude- a congise .of the invention which
should refer to the drawing by reference. characters,
and & copy of the claims involved.

. (8).On 't0 file the brief, accompanied by the

requisite fee, w
standdaunssed
(ssus.cs.puu.Lw-W 15 usc. 1113, 1123)

{36 FR 5850, Mar. 30, 1971; para. (), 47 FR 41278, sepz 17, 1982,
eﬂ‘eenve date Oct 1, 1982, pera. (v), 49 FR §586, Jan. 4, 1984, effec-
tive date Apr L1984 _

1193 Examiner’smwer

(a) The primary examiner mny, wntlun such tlme as
may be directed by the Commissioner, furnish a writ-
ten statemeént in answer to the appellant’s brief }nclud-
ing such explanatlon of the invention claimed and of
the references and grounds of rejection as:may be

necessary, supplymg a copy to the appellant If the

pnmary examiner ‘shall find ‘thit the appeal is not reg

ular-in, form or does.mot.-relate .to an: appealable
action, he. shall sostate and a pe_ttt:on from;such deci:

in the examiner’s answer, within one month from ,the
date of such answer. However, if” the examiner’s
answer states a mew ground of rejection ‘appellant
may file & reply thereto within: two. months from the
date of such answer; such reply may include any
amendment or matenal approprlate to the _new
ground.

© Any. decision. pursuant to § 1 56(d) rejectmg
claims in an applxcauon already under appeal of a re-
jection based on other grounds shall constitute a sup-
plemental examiner’s amswer introducing a new
ground of rejection and removing the suspensnon of
the appeal introduced pursuant to § 1.56(e), in which
case appellant may file a reply thereto within .two
months from the date of the supplemental examiner’s
answer. Such reply will be considered and responded
to as necessary. Appellant may file a reply brief di-
rected to any such response within one month of the
date of the response or within such other tlme as may
be set in the response.

[24 FR 10332, Dec. 22, 1959; 34 FR 18858, Nov. 26, 1969; pars. (c),
47 FR 21752, May 19, 1982, added effective July 1, 1982; para. (b),
50 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

1.194 Oral bearing.

(a) An oral hearmg should be requested only in
those circumstances in which the appellant considers
such a hearmg necessary or desirable for a proper
presentation of his appeal. An appeal decided without
an oral hearing will receive the same consideration by
the Board of Patent Appesls and Interferences as ap-
peals decided after oral hearing.

(b) If appellant desires an oral hearing, appellant
must file a written request for such hesring accompa-
nied by the fee set forth in § 1.17(g) within one month

: z.;e»fPAMRUﬁES' { R '~fz'fw:‘,f~,:s,»@'

Tee thhm the time allowed, the appeal shall
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after. the date of:. theqmme’» .answeg,  If: appellam.
requests an oral hearing end submits thevewith. the fee
set forth in § 1.17(g), an oral argument may be pre-
sented by, or oa behalf of, theprimeumim:f
eomndeted dwubk by uﬂm the pﬁwy eummer

(c)lfnorequecundfeeforonlwmghwebeen
nmelyﬁledbytheappellnnt, the appeal ‘will be as-
signed for consideration and' decision. If the appellant
has requested an oral hearing and has submitted the
fee set forth in § 1.17(g); a day of hearing will be set,
and due notice thereof given to the appellant and to
the primary examiner. Hearing will be held as stated
in the notice, and oral argument will be limited to
twenty minutes for the appellant and fifieen minutes
for the primary -examiner- unless othemse ordered
before the heanngbegms

(35 USC s ISUSC lll3 1123)

[42 FR 5595 Jan. 28, 1977 parns. ®) & ©), 47 FR 41278 Sept 17,
1982, ‘effective date’ Oct.’ 1, 1982; para. (2), 49 FR- 48416, Dec 12
1984 eﬂ'ecuve dnte Feb ll. 1985]

1 195 """"

Afﬁdavnts, declaratlons, or: exhnb:ts sulmntted after
thecasehasbemappealedwnllnotbeadmmed\wth-
out- & ‘showing of good and- sufﬁclent reasons why
they were not earlier: presented.

[34FR 18858 Nov 26 1969]

1 196' " Decision -by. the Board of Patent Ap-
penls and Interferences.
(a) The Board ‘of Patent Appeals and Interferences,
in-itg” dectsxon, may ‘affitm ‘or reverse’the decision of
the examiner in’ whole or: m pm on' ‘the' grounds and

ance of the rejection of a claini on any of the grounds
specified constitutes a general affirmance of the deci-
sion of the examiner on that clalm, except as to any
ground specifically reversed.

'(b) Should the Board of Patent’ Appeals and Inter-
ferences have knowledge of any grounds not involved
in the appeal for rejecting any appealed claim, it may
inclide in the decision a statement to that effect with
its reasons for so holding, which statement shall con-
stitute a new rejection of the claims. When the Board
of ‘Patent’ Appeals and Interferences make a new re-
jection of an appealed claim, the appellant may exer-
cise any one of the following three options:

(1) The appellant may submit an appropriate
amendment of the claims so rejected or a showing of
facts, or both, and have the matter reconsidered by
the examiner in which event the application will be
remanded to the examiner and the decision of the
Board of Patent Appeals and Interferences shall not
be considered final for the purpose of judicial review.
The statement shall be binding upon the examiner
unless an amendment or showing of facts not previ-
ously of record be made which, in the opinion of the
examiner, overcomes the new ground for rejection
stated in the decision. When appropriate, upon con-
clusion of proceedings on remand before the examin-
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ér, the Bohrd ‘of ‘Patent - Appeals 'and Interferencis
Myenwr mcrderotlm«me mukmgm dm

(2) The appellant my luve the case recomed
uuderﬁi 197(b) by the Board of Patent Appeals and
Interferences upon the same record. Where request
for. such reconsidération is made the Board of Patent
Appeals and Interferences shall, if necessary, render s
new decision ‘which . shall mclude all grounds Bpon
which a patent is refused. - -

(3) The appeliant may treat the decmon, mcludmg
the new grounds for rejection given by the Board of
Patent Appeals and lnterferencm, as a final decision

in the case.

(c) Should the decision of the Board of Patt Ap-
peals and Interferences include an explicit statement
that a claim may be allowed in amended form, appel-
lant shall have the right to amend in conformity with
such statement which shall be binding on the examin-
er in the absence of néw references or, grounds of re-
Jjection.

(d) Although the Board of Patent Appeals and
Interferences’ normally ‘will ‘confine its ‘decision” to a
reviev-of rejections made. by the examiner; should it
have: kmwledge of any: grmmds for .rejecting any -al-
lowed: claim- it may’ include in its decision a .recom-
mended rejecnon of the claim and remand the case to
the examiner. In such event, the Board shall set &
period, not less than one month, within which the ap-
pellant' may submit-to the’ examiner an’ appropmte
amendment, a showing of facts or ressons, or both, in
order to avoid the grounds set forth in the recommen-
dation. of -the Board of Patent Appesls and Interfer-
ences: Theexammershallbeboundbythe recommen-
dation and: shall enter and maintasin the recommended
rejection - unless an .amendment. or showmg of facts
not prevxously of record is filed which, in the. opinion
of the examiner, overcomes the recommended rejec-
tion. Should the examiner make the recommended re-
jection final the applicant may again appeal to the
Board of Patent Appeals and Interferences. Whenever
a decision .of the Board of Patent Appeals and Inter-
ferences includes a remand, that decision shall not be
considered a final decision. When appropriate, upon
conclusion. of proceedings on remand before the ex-
aminer, the Board of Patent Appeals and Interfer-
ences may enter an order otherwise making its deci-
sion final.

{24 FR 10332, Dec. 12, 1959; 49 FR 29183, May 29, 1981; 49 FR
48416, Dec. 12, 1984, effective date Feb. 12, 1985]

1.197 = Action following decision.

(a) After decision by the Board of Patent Appeals -

and Interferences, the case shall be returned to the ex-
aminer, subject to the appellant’s right of appeal or
other review, for such further action by the appeliant
or by the examiner, as the condition of the case may
require, to carry into effect the decision.

(b) A single request for reconsideration or modifica-
tion of the decision may be made if filed within one
month from the date of the original decision, unless
that decision is so modified as to become, in effect, a
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geéw decision; and the de of Patem Aﬂp«k md
Interferences so'states. oo 0 D sl
‘(c) Proceedings are comzdered‘termﬁ:md by iwé
dismhsaloftnwpulorthefmluretoﬁmdyﬁlem
appeal totheeommaeivilwﬁou@l%emepr-
(1) Where claims stand sllowed 'in éh app
(Z)Whﬂethewmoftheﬁecismn ‘
acnonbytheexmner lnsuchcases,thedateoﬂer-
mination of proceedings is the date on which the
appealnsdwmmedorthedate on which the time for
appeal to the court or review by civil action (§l 304)
expires. If an appeal to the court or a civil action has
been filed, proceedings are sumlarly considered termi-
nated when the appeal or civil action is termmated

(33 USC 6, Pub L. 97-247; 15 U.8C. 1113, 1123)

{46 FR 29184, May 29, 1981; para. (a), 47 FR 41278, Sept. 17, 1982,
effective date Oct. 1, 1982; 49 FR 556, Jan. 4, 1984, effective date
Apr. 1, 1984; ‘paras. (a) & (), 49 FR 48416 Dec 12, 1984, effective
date Feb ll 1985] ‘

1.198 Reopening after deczsion.

- Cases which Have been decided by the Board of
Patent ' Appéals and Interfereum will not be reopetied
or ‘reconsidéred by ' the primary exarhiner - except
under the provisions of § 1.196 without the written
authority ‘of the Commnssxoner, and then ‘only for the
consideration of matters: not already adjudxcated sufﬁ-

cnent cause’ ‘being shown.

[49 FR 48416, Dec 12, 1984, effectwe date Feb. 11, 19851

E INTERFERENCB DEFINITION, PREPARATION,
‘ Dscummon oo

1.201-1.212  [Removed]
49 kaw Dec. 12, 1984, effective date Feb. 11, 1985}
, INTERFERENCFS Pmsuumuw STATEMENT
1.215-1.228 [Removed]
[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]
INTERFERENCES: MOTION PERIOD, DISSOLUTION,
REFORMATION
1.231-1.238 [Removed]
[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]
INTERFERENCES: MISCELLANEOUS PROVISIONS

1.242-1.247 [Removed]
[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]
MISCELLANEQOUS PROVISIONS

1.248 Service of papers; manner of service;
proof of service in cases other than interfer-
ences.

(a) Service of papers must be on the attorney or
agent of the party if there be such or on the party if
there is no attorney or agent, and may be made in any
of the following ways: .

(1) By delivering a copy of the paper to the person
served;
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(Z)Byleavm;swpyuﬂleuwﬂplmofm
oftheperson setved wxﬂzmm lmemploy
(3)Whentheperaonmvedlmnouwalphceof
business, by leaving 8 copy at the person’s residence,
w:thmepetsonofsmmblemanddmcreumwho

- vesides. there;

(4)Tnmmmonbyﬁmtchumd.wmnmvweu

bymulthedateofmanlmgmﬂbcregardedasthe

date of service; .

(S)Wheneverltshaﬂbeansﬁctonlyshowntothe
Commmnerthat none of the above modes of ob-
taining or serving the paper is practicable, -service
may be by notice published in the Official Gazette.

(b) Papers filed in the Patent and Trademark Office
which are required to be served shall contain proof of
service. Proof of service may appesr .on or be affixed
to papers filed. Proof of service 'shall include the dste
and manner of service. In the case of personal service,
proof. of service shall glso include the name of any
person served, certified by the person who made serv-

we.Proofofscmcemaybemdeby (1) An. ac-
knowledgement . of ‘service by or. on behalf of: the

‘ences.

..251—1.259

petsonservedor(l)astamtmgnedbytheauor
ney oOr: agent: containing the information: required by

this section. .. .
© See § l 646 for setvxce of papers in mterfer-

[49FR484!6 Des. ‘12, 1984, effective date Feb. 11, 1985]
Inmmnmcss Tnut. -

[Removed]
{49 FR 48416. Dec. 12, 1984, effective date Feb. 11, 1985]

o INTERFERENCES TERMINATION

1.261-1.268 [Removed]
{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

1.271-1.288  [Removed]
[45 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]
PROTESTS AND Pvnuc USE PROCEEDINGS

1.291 . Protests by the public against pending
applimtions.

(a) - Protests by a member of the publlc agamst
pending applications will be referred to the examiner
baving charge of the subject matter involved. A pro-
test specifically identifying the application to which
the protest is directed will be entered in the applica-
tion file if (1) the protest is timely submitted; and (2)
the protest is either served upon the applicant in ac-
cordance with § 1.248, or filed with the Office in du-
plicate in the event service is not possible.

(b) A protest submitted in accordance with the
second sentence of paragraph (a) of this section will
be considered by the Office if it includes (1) a listing
of the patents, publications or other information relied
upon; (2) a concise explanation of the relevance of

blication or other item of informstion in written

‘::h listed item; (3) a copy of each listed patent or

form or at least the pertinent portions thereof; and (4)

PATENT RULES'
"mww:hngmgemhﬁonofdlthemry
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mdpethnmplrtxofmymﬂugﬁshhngmge
patent, publication, or other ntem of mfonmmon in
written form relied upon.

(c) An acknowledgment of the entry of & protmt
under paragraph (a) of this section in a reissue appli-
cation file will: be sent: to' the' membei ‘6f the public
filing the protest. A member of the public filing a pro-

.test-under peragraph (a) of. this section in an applica-
nonforanongmalpatentwnllwtreceweanycom

munications from the Office relsting to the protest,
other than the return of a self-addressed postcard
which the member of the public may include with the
protest in order to receive an acknowledgment by the
Office that the protest has been received. The Office
will communicate with the applicant regarding any

‘protat entered in the application file and may require

the applicant to supply information pursuant to para-
graph. (a). of § 1.56, -including * responses ' to “specific
questions raised by the protest, in order for the Office

-to:decide any. issues raised by the protest. The active

‘participation of the member of the public filing a ‘pro-
test pursuant to paragraph (a): of ‘this' section  ends
-with the filing: of the ‘protest and’ no’ further-'submis-
sion on-behalf ‘of the protestor: will be- acknowledged
or considered unless.such'submission-raises new’ issues
which: could ‘not have been earlier: pmented and
thereby oonstitutes a new protest S

[47 FR 21752, May 19, 1982, effective date July 1, 1932] ‘

1.202  Public use proceedings.

(a) When a petltnon for the mstltuuon of pub]xc use
proceedings, supported by affidavits or declaratlons
and the fee set forth in § 1.17() is filed by one havmg
information of the pendency of an appllcatlon and is
found, on referénce to the examiner, to make a prima
Jacie showing that the invention claimed in an applica-
tion believed to be on file had been in public use or
on sale more than one year before the filing of the ap-
phcat:on, a hearing may be had before the Commis-
sioner to determine whether a public use proceeding
should be instituted. If instituted, the Commissioner
may designate an appropriate official to conduct the
public use proceeding, including the setting of times
for taking testimony, which shall be taken as provided
by §§1.671 through 1.685. The petitioner will be
heard in the proceedings but after decision therein
will not be heard further in the prosecution of the ap-
plication for patent.

(b) The petition and accompanying papers should
either: (1) Reflect that a copy of the same has been
served upon the applicant or upon his attorney or
agent of record; or (2) be filed with the Office in du-
plicate in the event service is not possible. The peti-
tion and accompanying papers, or a notice that such a
petition has been filed, shall be entered in the applica-
tion file.

(c) A petition for institution of public use proceed-
ings shall not be filed by a party to an interference as
to an application involved in the interference. Public
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[42 FR 5593, Jan. 28, 1977; pera. (a), 41 mm‘m Sept. 17 1932.
pur?]. (a) & (c). 49 FR 484l6. Dec l2. 1984 eﬁ'eetlve date Feb 12,

1.293 Stututory lnvention ughtration. i

(8) An applicant: for an original paterit: may ‘request,
-at ‘any time during the pendency of applicant's pend-
-ing complete :application, ‘ that :the speclﬁcatlon ‘and
.drawings be published as g statutory invention regis-
. tration. Any such request must: be' sigied by (1) the
.applicant: and any assxgnee of  record: or (2) an' attor-

ney or agent of record in the application. .

(b} Any reguest for publication:of a statutory mven-
tlon registration must include the following parts: =
.- (1}: A .waiver of the: applicant’s right to receive a

patent on:the invention  claimed:  effective : upon the
date. of pubhcatwn of the statutory mventxon regmtra-
tiom;: <.

(2} The reqmted fee for ﬁlmg & request for pubhea-
ttmn of .a: statutory: invention: registratmn as: prowded
for.in.§:1.17 ) or:(O);:;
. £3).A-statement that, in. the. opuuon of the requester
f-the .application. to; which: the. request: is“dir'ected meets

therequxrementsof3SUSC llz,and”" fren

--(4). A statement that, in. the opinion. of the requester,

the application to which. the request: is: directed com-
phec with the formal requxrements of. tlns part for
printing as & patent

(¢) A waiver filed with: a request for &° “gtatutory. in-
‘ventnon registrati wlll be effec i pon. publxcatlon

appllcatxon for an ongmal patent which is pen
or filed after, the date of publicatlon of the s
invention regmratlon ‘A waiver filed with & request
for ‘a statutory mventnon regtstratlon will not . affect
the rtghts of any ‘other inventor even if the subJect
matter of the statutory mventlon reglstratton
apphcatlon of ‘another inventor are commonly owned
A waiver filed with ‘a request for a statutory inven-
tion registration will not affect any nghts in 2 pateit
to the inventor which issued pnor t0 the date of pub-
lication of the statutory invention registration unless a
reissue application is filed seeking to enlarge the scope
of the claims of the patent. See also § l 106(e).

{oMB Control No. 0651-0018}

[s0 FR 9382, Mar. 7, 1985, effective date May 8, 1985}

1294  Examination of request for publication
of a statutory invention registmtion and
patent application to which the request is di-
rected.

(a) Any request for a statutory invention registra-
tion will be examined to determine if the requirements
of §1.293 have been met. The application to which
the request is directed will be examined to determine
(1) if the subject matter of the appllcatlon is appropri-
ate for publication, (2) if the requirements for publica-

M. l' Oet. 1”5

examination set: forth in paragraph’:(a)'of ithis 'séétio:
If thie requirements of §
- met by the request filed,

1.295
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tion aré met;. and; @) ifithe: requ:remmufof 35 U.S C.
- 112, and §:1.293 of thispart are mets» nowing will

\‘\

(b) Applicant will be notified of the results

3 and ‘this eection are not
“notification to‘applicant
will set a period of time within which to: cmhply with

- the requiremeénts im order: to' avoid: abandonmeént of
-the.application. If the: application- does not meet the

requirements of 35 U.S.C. 112, the notificétion to’ ap-

plicant will include a rejection under the appfopriate

provisiosns of 35 U.S.C 112. The periods:for response
established -pursuant-to- this:section ‘are subject to the
extension of time provisions of § 1.136. After response

-by the applicant, the application will. again: be ‘consid-
:ered for publication of a:statutory invention registra-
‘tioi. - If the requirements:-of- §:1.293 ‘and “this section

are not timely met, the.refusal to publish will'be made

final. If - the ‘requirements of 35 U.S.C. 112 are not
met,-the: rejectlon‘
-made final. .

pursuant 1o 35 USC 112 wnll be

si{e) I the exammatxon pursuant to tlus sectlon 1e-

tsu]ts in‘ approval of the request for a statatory ‘invén-
-tion registration: the :applicant ‘will be notified’of the
jntent to:publish:& statutory invention registrdtion.

[0 FR 9382, Mar. 7, 1985, effective date May 8, 1985] °

Revi w of decnsxon ﬁnally refusmg 0
publlsll a statutory invention registration.
(a) Any requester. -who is, dissatisfied with the final

refusal to publish a statutory invention regnstratlon fof H
reasons other than compliance with 35 U.S.C. MY

may obtain review of the refusal to publish the statu- 4

tory invention regtstrauon by ﬁlmg a petition to the
Commissioner ‘accompanied by the fée set forth in
§ 1.17(h) within one month or such other tiine as. is
set in the decision refusing publication. Any such: peti-
tion should comply with the requirements. of
§ 1.181(b). The petition may include a request that the
petition fee be refunded if the final refusal to publish-a
statutory invention registration for reasons other than
compliance with 35 U.S.C. 112 is determined to result

from an error by the Patent and-Trademark Office.-

(b) Any requester who is dissatisfied with ‘& deci-
sion finally rejecting .claims pursuant to-35 U.S.C. 112
may obtain review of the.decision by filing an appeal
to the Board of Patent Appeals and Interferences pur-
suant to § 1.191. If the decision rejecting claims pursu-
ant to 35 U.S.C. 112 is reversed, the request for a stat-
utory invention registration will be approved and the
registration published if all of the other provisions of
§ 1.293 and this section are met.

[OMB Control No. 0651-0018]
[506 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

1.296 Withdrawal of request for publication of
statutory invention registration.

A request for a statutory invention registration g,

which has been filed, may be withdrawn prior to tif
date of the notice of the inteni to publish a statutory,

invention registration issued pursuant to § 1.294(c) by N
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‘fing & request 1o Withidiaw ‘thie tequeit for
tion of a statutory invention' reglétiition. “The 1

to withdraw mayalsomcludearequorarefund
of any smouit. paid in excess of .the application filing
fee and a handling fee of $100 which will be retained.
Any request to withdraw the request for publication
ofamtworymvennon vutiodi filed o of “after
“the date of the notice of inteiit 86 publish ‘issued’ pur-
‘susnt to' §1:294(c) must be in the form of ‘s petition
pumlanttoil 183 aecompemedbythefeeset forth
in § 1.17(k). -

[OMB Control No. 0651-0018]

[30 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

1.297 Publicetlon of statutory invenﬁoe regis-
trat:on.

(a) If the request for a statutory mventlon reglstra-
“tion ‘is approved the statutory invention reglstratlon
wﬂl be publlshed The statutory invention registration
o' the requester at the correspondence
vxded‘(for in § l 33(a) » A notlce of the

(b) Eac statutory mven on

; P
“will include a statement relating to the attributes of a

statutory invention reglstrauon. The statement wdl
read as follows

A statutory mventlon reg:stratlon is not a patent It has the de-
fensive atisibutes of a patent:but’does sot have: the enforcésbie at-
tributes of & patent. No article or sdvertisement or the like may use
the termi patent, of ‘any term suggestive ofs patent. ‘when’ refernng
46 4 statatory invention registration. For more specific nfosmetion
onthenghtsmocuted w:thnsmutorymnonregmmuonsee
33 US.C..157. o
[50 FR' 9382, Mar. 7 1985, eﬂ‘ecuve d-xe Mny 8 1985 50 FR
31826, Aug. 6, 1985, effective date Oct. 5, 1985} .

Rr-:vusw OF PATENT AND TRADEMARK Omcs
DECISIONS BY COURT

1.301 Appeal to U.S. Court of Appesals forthe
Federal Circuit,

Any apphcant or any owner of a patent involved in
a reexamination proceeding dissatisfied with the deci-
sion of the Board of Patent Appeals and Interfer-
ences, and any party to an interference 'dissatisfied
with the decision of the Board of Patent Appeals and
Interferences, may appeal to the U.S. Court of Ap-
peals for the Federal Circuit. The appellant must take
the following steps in such an appeal: (2) In the
Patent and Trademark Office file a written notice of
appeal directed to the Commissioner (see §§ 1.302 and
1.304); and (b) in the Court, file a copy of the notice
of appeal and pay the fee for appeal, as provided by
the rules of the Court. The certified list of documents
and any original or certified copies of such documents
required by the Court will be transmitted to the Court
by the Patent and Trademark Office.

(35 US.C. 6; 15 US.C. 1123)

[47 FR 47381, Oct. 26, 1982, effective date Oct. 26, 1982; 49 FR
48416, Dec. 12, 1984, effective date Feb. 11, 1985; S0 FR 9383,
Mar. 7, 1985, effective date May 8, 1985]

—;w:thmthetlmespeclﬁedm§l304

i'U S. Court of Appeal
“defested  party in
‘notice with the Commission
, aﬁer the ﬁlmg of the defeated
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Appedsforthel’edeul&rcun,thewwmnll
. give notice thereof to the Commwssm wmun the

ted in §1.304. . .
(b)hmmfuences;tlwnomemustbemvedm

f"pmwdeemslm "
- {24 FR: 10332; Dec. 22, l959’pm (l). 47FR4738| Oci 26. 1682,

effective date Oct. 26, 1982; 49 FR 48416; Dec. 12, 1984, effective
dste Feb. 11, 1985; 50 FR 9383, Mar. 7, 1985, effective date May 8
1985

l.mmmvﬂuﬁonm%usc 145 146,

(a) Any appllcant or any’ owner of a patent in-
volved in'a reexamination procwdmg dissatisfied with
the decision of the Board of Patent Appeals and
Interferences, and any party dissatisfied with the deci-

‘sion of* the’ ‘Board “of Patent Appeals and’ Interfer-
ences, may, instead “of appealmg to the U.S. Court of
“Appéals “for “the ' Federal Circnit. (§ 1. 301), have

remedy by civil action under 35 U.S.C. 145 or 146, as
appropriate.. Such’ civil ‘sction must be commenced

(b) If ani applicant in an’ex parte’ “case or, aii owiier

of. a. patent involved in a Teeexamination. proceedmg

has taken an appeal to the U.S. Court of Appeals for

the Federal Circuit, he or she thereby waives hxs or

her right to proceed under, 35:U.S.C.. 145 TR
(c) If any adverse:party;to an appeel taken to ‘the

further roceedmgs conducted as’
U.S.C. 146, certified copies of sich notnces wdl be
transmitted to the U.S. Court of Appeals for the Fed-
eral Circuit for such action as may be necessary. The
notice’ of élection must be served as provided in

‘§l646

(3SUS.C6'ISUSC 1123) )
[47 FR 47381, Oct. 26, 1982, effective: dete Oct. 26 1982; 4% FR
48416, Dec. 12, 1984, effective date Feb. 11, 1985] ;

1.304 Time for appeal or civil action.

(a) The time for filing the notice of appeal to the
US. Court of Appeals for the Federal Circuit
(§ 1.302) or for commencing a civil action (§ 1.303) is
sixty days from the date of the decision of the Board
of Patent Appeals and Interferences. If a request for
reconsideration or modification of the decision is filed
within the time provided under §1.197(6) or
§ 1.658(b), the time for filing an appeal or commenc-
ing a civil action shall expire at the end of the sixty-
day period or thirty days after action on the request,
whichever is later. Except for an appeal from or com-
mencing a civil action after a decision of the Board of
Patent Appeals and Interferences in a reexamination
proceeding or an interference proceeding, the time
periods set forth herein are subject to the provisions
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nezlect. may exteﬁd the tihé for seeking judicial
‘review-of ‘@ decision of the: dedfhtentwppeeh
and Interferences in an interference csse when a ‘re-
- quest is untimely filed aﬁer expmuon ofthe tlme pre-
scribed by this section.
(b)mnmesspecnﬁedheremarecalendardays If
the last day of the time specified for appesl or com-
-taencing a civil action: falls on & Seturday, Sunday or
legal hohday, the time is extended to the mext day
which is neither a Saturday, Sunday nor a holiday.
- (o). If & defeated party to an interference has taken
;anappultothe U.s.. Courtoprpeels for. the Feder-
al Circuit and an adverse party has filed notice under
35USC 141 thatheorsheelectstohaveallfurther
. I _conducted . under- 35 . Us.C. 146
:,(§ 1. 303(c)). the time for ﬁltng__a_'clvﬂ action thereafter
',_ﬁxs specxﬁed in 3S:US C 141 o : ‘_(
- (S US.C. 6, Pub. L. 97-247; 15 u. s.c. ma, 1123)

: para. (a), 49.FR 556, Jan.4 1984, f
49 FR ' ;_lmm,

. o Aewwmce AND Issue or ‘am;m: o
1.311 Notice of allowuee { : .

. (§ 1 18), wbxch shall be pald' within'3 months from the
‘date of the mailing of the riotice of allowance.

(b) ‘An authorization to ‘charge the issue fee (§ 1 18)
toa depos:t account may be filed in an individual ap-
“plication, elther ‘before or ‘after ma:lmg of the notice
of allowance. Where an authorization to charge the
issue fee to a deposnt account has been filed before the
mailing of the notice of allowance, the issue fee will
be automatically charged to the deposit account-at the
time of mailing the notice of allowance.

{OMB Control No. 0651-0011] °
(35 USC. 6,15 USC. 1113, 1123)
[47 FR 41279, Sept. 17, 1982, effective date Oct. 1, 1982]

1312 - Amendments after allowance.

(@ No amendment may be made as a matter of
nght in an application after the mailing of the notice
of allowance. Any amendment pursuant to this para-
graph filed before the, payment of the issue fee may be
entered on the recommendation of the primary exam-
iner, approved by the Commissioner, without with-
drawing the case from issue.

15)) Any amendment pursuant 10 paragraph (a) of
this section filed after the date the issue fee is paid
must be aecompamed by a petition including the fee
set forth in § 1.17(i) and a showing of good and suffi-

Rev. 1, Oct. 1988
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.'cauon"'ns withdrawn from issue. (§1.313) or. (b) issu-

mly ‘be ‘wnthduwn from issue for

:meuummeofmmmw
. petition by the spplicant. Any such petition by the ap-
.phcantmuetmclndeashowmgofgoodmdmﬂimt

reasons why withdrawal of the application is neces-
sary and, if the reason for the withdrawal is not the
fault of the Office, must be accompamed by the fee
set forth in § 1.17(i). If the application is withdrawn

.&ommue,ancwnoueecfal!owmeewﬂlbeseattf

the appllcatlon is agam allowed. Any amendment ac-

:;rompanymg a_petition to withdraw an application

sue _must compl with Ithe_, Jr‘e&lmrements of

ISuSC 11123y o
[47 FR 41280, Sept. 17, 1982, effective date Oct. 1 19321

Issmneeofpatent. e
I payment ,o_f the issue fee is timiely made,

ance of the patent is deferred. Any petition by the ap-

plicant-requesting. deferral of the issuance:of a patent

must be accompanied by the fee set forth in § 1.17()
and must include a showing of good and sufficient
reasons why it. is mecessary to defer issuance of the
patent.

" {OMB Control No. 0651-0011]

(35 U.S.C. 6; 15 U.S.C. 1113, 1123)

_[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1932]

1.315 Delivery of patent.
The patent ‘will be delivered or mailed on the day

of its date to the attorney or agent of record, if there
be one; or if the attomey or agent so request, to.the

patentee or assngnee of an interest therein; or, if there
be no attorney or agent, to the patentee or to the as-
signee of the eritire mterest,: if he so request.

(BSUSC.151).
1.316

Applicahon abandoned for failure to pay
issue fee,

(a) If the issue fee is not paid within 3 months from
the date of the notice of allowance, the application
will be regarded as abandoned. Such an abandoned
application will not be considered as pending before
the Patent and Trademark Office.

(b) The Commissioner may accept the payment o
the issue fee later than three months after the mailing

- R—30




.ompc l&yedmmmbepmmpﬂymw
' aﬁerthelpplmntianoﬁﬁedd&'otwmm
-aware of, the sbandonment, snd must be.
by(n)mmz,mmmm%wy:u;
mitted, (2) the or yment (§ 1.17(1)),
und(3ias!:o"” that ’”‘;'mmm
‘ Mgmuubeamrﬁeémnzafmdeby
‘apeuounotregisteredtopmﬁeebeforethel’ntent
‘and Trademark Office. =

“(¢) The Commissioner may, upon petinon,weepc
the payment of the issue fee later than three months
-after the mailing of the notice of allowance s though
noabmdonmenthadeveroocurredlfthedelaym
‘peyment was unintentionsl. The petition to accept the
‘delayed payment must be filed within one year of the

-date-on which the spplication: became: abandoned or-

- be filed . within- three: months of the date of the first
-decision on'a'petition under paragraph (b) of this sec-
tion which was filed within one yesr 6f:the date:of
sbandonment of the application. . The . petition . to
accept the delayed payment must-be accompanied by
.£1) the issue fee, unless it has been. previously submit-
ted,(2)- the fee: for: unintentionally. delayed puyment
~(§ 1.17(m)), and (3) a statement: that the delay was un-
intentional. : Such. statement g a . verified: state-
ment if made by a person ‘not registered to practice
befo e Patent and Trademark' Office.” The 'Com-
, Missic tiiay reqiire additional ififormation where

‘h'u is & ‘question’ whether the sbandofiment ‘was' un-
intentional. The three-month period from 'the’ date of
the first decision referred to in this paragraph may be
extended under the provisions of §1.136(a), but-no
further extensions under § 1.136(b) will be granted
Petitions to the Commissioner under §1 183 to waive
any time periods for requesting revival of an uninten-
tionally abandoned application will not be considered,
but will be returned to the applicant.

(d) Any petition pursuant to paragraph (b) of this
section not filed -within six months of the date of
abandonment must be accompanied by a terminal dis-
claimer with fee under §1.321 dedicating to the
pubhc a terminal part of the term of any patent grant-
ed thereon equivalent to the period of abandonment
of the application.

[OMB Control No. 0651-0011)
(35 US.C. 6; 15 U.S.C. 1113, 1123)
[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982]

1.317 Lapsed patents; delayed payment of bal-
ance of issue fee.

(a) If the issue fee was paid prior to October 1,
1982, any remaining balance of the issue fee is to be
paid within three months from the date of notice
thereof and, if not paid, the patent will lapse at the
termination of the three month period.

(b) The Commissioner may accept the payment of
the remaining balance of the issue fee later than three
months after the mailing of the notice thereof as
though no lapse had ever occurred if upon petition

' thedehyinptymcﬁt‘ﬁm«ohwebeenmvoidi
be meﬂy medwme
otherwise

fiee, unless it has been previously,

R-—51

able. The petition to, mm Mmme

woompmwdbv(l)themmdnmghmmeofthame
 gubmitted; (2) the.fee
for delayed - payment: (8 1:17¢1)), ‘end (3)-a showing

that the délay: was unavoidable. Such showing must
-be a' verified showing if made’ by & person‘not regis-

medtopmctioebeforethel’ttentmd’rrademhrk
Office.

(c) The Commissioner may, ‘upon petmon, accept
the payment of the remaining balance of the fee later
than three months after the mmlmg of. ‘the notice
thereof as though no, lapse had ever occurred if the

_delay in payment was. unintentionsl. The petition to

accept the delayed payment must be filed within one
year of the date on which. the patent lapsed or be

-filed within three:months of the date of the first deci-
-gion ‘on a petition: under paragraph: (b):of this-section
- which was: filed: withiin:one year: of the ‘date of Iapse

of the patent. The petition to accept the: delayed pay-
ment must be accompanied by (1) the remaining bal-
ance of the issue fee, unless it has been ‘previously
submitted, (2) the fee for unintentionally’ delayed pay-
ment (§:1.17(m)), and(3)-a:statement:that the delay
was unintentional. Such statement must be a verified

'statement if made by a person not regxstered to prac-
_tice before the Patent and. Trademark Ofﬁce ‘The
f‘"Commxsswner 'may”r" ‘ )
_where there is a ¢

ment was umntentlo e three~nxonth penod from

the dateof the first déclslon referred to in this para-
_graph may - be extended under ‘the . provisions = of

§ 1.136(a), but no further extensions under § 1.136(b)
will be granted Petitions to the Commissioner under
§ 1.183 to waive any time periods for requesting ac-
ceptance of an unintentionally delayed payment will
not be cons:dered but. wﬂl be returned to the appli-
camt.

(d) Any petition" pursuant ‘to’ paragraph (b) of this
section not filed within six months of the date of lapse
must be accompamed by a termmal disclaimer with
fee under § 1.321 dedicating to the public a terminal
part of the term of the patent equivalent to the period
of lapse of the patent.

(35 U.S.C. 6; 15 U.S.C. 1113, 1123) _

[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982}

1.318  Notification of nationsl publication of a

patent based on an international application.

The Office will notify the International Bureau

when a patent is issued on an application filed under

35 U.S.C. 371, and there has been no previous inter-

national publication.

(Pub. L. 94-131, 89 Stat. 685)

{43 FR 20465, May 11, 1976)

Rev. 1, Oct. 1985




oommié&bythefeesetfdﬂ!iinilw(d)md identi-
-fy thé 'patent end the elibm' of claims’ which sre dis-
veclaithied,’ aivd' be' signed by the: person‘making the dis-
zcleimér, owhio dhell taté [therein: the: extént; of 'his or
- hee intérest in:the patent. A disclsimer: which is not'a
duclmcfofacomplethlmorclamsmayben-
fused recordation. A notice of the disclaimer. is. pub-
lished in the Official Gazette and attached to the print-
.ed copies of the specification. In like manner any pat-
_entée pr’ apphcant may disclaim or dedicite to the
‘public, the entire term, or any terminal part of the
’ term, of the patent granted of to be granted ‘

" (b) A’ terminal disclaimer, ‘when filed in an apphca-
“tion' to ‘obviate a’double’ pateriting rejéction, must be
‘accompamedbythefeesetfoﬂh m§120(d)ahd in-
+¢lude ‘s provision: thit any: patent” granted:on'thdt ap-
- plication -shall: be:'enforceable: ‘only - for :and - during
- such period that said patent is commonly owned :with
~the! apphcaﬁon :OF: patmt swhich : formed the basxs for
.the rejection...;; oo : ;
~~?[OM&Mml;No.;O&Sl?—OOH
LOSUSC.6ASUSC. 1113, 112 oo

{41,FR 41281, Sept. 17,1982, eﬁecuvedm oy I 1982]

Coakscnon 01= Ennons m PATENT

quest “of the patentee o"“the
patentee’s tgch cemﬁcate will niot be issiied
at the requ&ct or suggestlon of anyorie not owning an
_interést 'in’ the ‘patent, nor on 'motion of the’ Ofﬁce,
withiout first notifying the ‘pateniée (mcludmg any ds-
signee of record) and affording the patentee an oppor-
tunity to-be -heard. When the request relates to a
patent involved in an interference, the request shall
- comply: with the requirements of this section and shall
be accompanied by a motion under § 1.635.
(b) If the nature of the mistake on the part of the
Office is such that a certificate of correction is
deemed mappropnate in form, the Commissioner may
issue a corrected patent in lieu thereof as a more ap-
propnate form for certificate of correction, without
expense to the patentee.
[OMB Control No. 0651-0011]

(35 US.C. 254)
{24 FR 10332, Dec. 22, 1959; 34 FR 5550, Mar. 22, 1969; para. (a),
49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

1.323 = Certificate of correction of applicant’s
mistake

Whenever a mlstake of a c]encal or typographlcal
nature or of minor character which was not the fault
of the Office, appears in a patent and a showing is
made that such mistake occurred in good faith, the
Commissioner may, upon payment of the fee set forth
in § 1.20(a), issue a certificate, if the correction does
not involve such changes in the patent as would con-

Rev, 1, Oct, 1985

/byamouoaum“!l.&s.

{34 PR 19950, Mus. n,lm-wmmw Dec 12, vae

Meanb II.M‘ :
¢ "‘oﬂnventouhlpinmmt.:

Whenevetapmnt:smedanduappuuthnme
correct .inventor or. inventors  were . not nemed
through error without decepnve intention on the part
-of the actual inventor or inventors, the Commissioner
.may, on petition. of -all the parties and the sssignees
and satisfactory proof of the facts and payment of the

fee set-forth in § 1.20(b), or on order of a court before

which such: matter.is called in question, issue 2 certifi-

-cate naming only- the actual inventor. or inventors.. A
.request: t0.correct inventorship of a paternt involved in

-an interference shall comply with the requirements.of

- this; sectton and :shall -be: accompamed by &: mouon

Y EN Jm 20; 1933 ‘effective: &teFeb 27,:1983; 49 FR 48416, Dec.
12, 1984, 50 FR 23123 Mny 31. 1985, eﬂ'ectlve d&te Feb 11, 1985]
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l 323, 1324 ancl not. aﬂ'ordmg 1egal grounds for: re~-
‘issue or. for. reexammatmn, will aot be corrected :
.the, date ofthepatent. e i R
(35USC-6.PubL.97—247) . :
[48 FR 2714 Jan. 26; 1983 eﬂ‘ecnve date Feb. 27; 1983]

Assmnmzm AND RECORD!NG

l 331 Recording of asslgnments. ,

" (@) Assngnments, including 'grants and conveyances,
of patents, national applications, or international appli-
cations which dwgnate the’ United States of America,
will be recorded in the Patent and Tradémark Office
under 35 U.S.C. 261. Other instruments’ affectmg title
to a patent, a national applxcatmn, or an international
application which designates the United States of
America, and licenses, even though ‘the” ‘recording
thereof may not serve zs constructive notice under 35
U.S.C. 261, will be recorded as provided in' this sec-
tion or at the discretion of the Commissioner. Any in-
strument to be recorded, except those under Part 7 of
this title, must be- acoompamed by the fee set forth iin
§ 1.21(h).

(b) No instrument will be recorded whxch is not in
the English language and which does not amount to
an assignment, grant, mortgage, lien, incumbrance, or
license, or which does not affect the title of the patent
or invention to which it relates, and which does not
identify the patent or application to which it relates,
except as ordered by the Commissioner.

(c) An instrument relating to a patent should iden
fy the patent by number and date (the name of the in-

. R=52
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M Mbei aa)g“m!m

idlnﬂy ¢ application by 8

tiomal applicition number-and date of filing

of thie-inventor and tithe of: the - fventién

- the application should also be given), bu
 hent is-executed: concntmn!ywithmmbuqm to
- the execution of the:application bub before the appli-
muﬁledorbeforemsemlnumberorinm

" tional - -number and filing date  are- sscer-
~tained; it should adequately identify the application, as
by its:date of execution and name of the inventor and
. title of the invention; sothattherecanbeno mlsuke
-asto the patent or application itended. © -+

{OMB Control No. 0651-0011) '
(35 U.S.C- 261; Pub. L. 94-131, 89 Stat. 685,35 US.C. 6;
1113, 1123)

{26 FRRY0332. e 23, 1959; 43 FR3046, May 11 1978
47 FR 41281, Sept. 17, 1982, effective date Oct. 1, 1983)°

15 vscC

pan_ (a),

performance of cértain ‘acts’or évents, ag the payment
- of ‘money ‘or’ other -¢ondition subsequent, if recorded
in the Office are regarded as absolute assngnments for
“Office purposes ‘until cancelled with the written' con-
‘sént of both partiés or by the- decree of a2 competent
court: The Office has no - means' for determining
whether such condmons have been fulﬁlled '

(35 USC. 261) -

1.334 - Issue of patesnt to mimee

(s} In case of an assignment of the entire interest in
the invention and -application, or-of the entire interest
in the pstent to be granted, the patent will normally
fssue to the assignee. If the assignee should hold an
uadivided part interest, the patent will normally issue
jointly to the inventor and the assignee. If it is desired
that the patent so:issue, the assignment in either case
must first have been recorded, and at a day not later
than the date payment is made of the issue fee.

(b) At the time of payment of the issue fee, a state-
ment must be furnished indicating whether or not an
assignment has been filed with the Patent and Trade-
mark Office. In the event an assignment has been
filed, such statement must include the name and ad-
dress of the assignee and indicate whether or not an
acknowledgement of a recorded assignment has been
received from the Patent and Trademark Office.

R—353

outor andititleof. the:invention ay stated in*tlsém‘

'thanonepatentase

:f'graph'(a) or (b) of thls,sectlon aity party to. the arbx-
‘tration proceedmg may ﬁle such a notice. ,

(cj‘“’!fﬁe igsignment 1§ Mnﬁér he' déte of
paymmt of the issue fee. the sssigiicé’ niay ‘pétition
that the patent issue to the: sssignee as recorded. Any
such pet’tt‘w;‘:’(gugt be Sccompanied by the fee get

,41%'1 Sept. 17, 1983, effective dote Oct. 1, 1982]

1338 mnnofnomofmmmum

(l) Written notice of any’ award by an arbigrator
pursuant to 35 U.S.C. 294 must be filed in the Patent
and Trademark Office by the pitentee, or the patent-
ee’s assignee or licensee. If the award xnvo!ves‘ more

(35 US.C. 6, Pub. L. 97-247) , .
{48 FR 2714, Jan. 20, 1983, effective date Feb. 27, 1933}

1.341-1.348 [Removed]
{50 FR:5171, Feb. 6, 1985, effective date Mar. 8, 1935]
AMENDMENT OF Ruuss

1.351  Amendments to rules will be pubhshed

“All amendrnents to' the regulations in-this part will
be published in the Ojﬁczal Gazette and m the FEDER-
AL REGISTER. ' -

1.352 Publication of notice of proposed
amendments.

(a8) Whenever required by law, and in other cases
whenever practlcable, notice of proposed amendments
to the regulations in this part will be published in the
Official Gazette and in the FEDERAL REGISTER. If not
published with the notice, copies of the text will be
furnished to any person requesting the same. All com-
ments, suggestlons, and briefs received within a time
specified in the notice will be considered before adop-
tion of the proposed amendments which ‘may be
modified in the light thereof.

" Rev.'1, Oct. 1968



: (a)Muntenmcefeesutetforthmgl.ZO(e)—(i)m
reqmredtobepudmallpqtenumd
filed on or after D ‘ 12,19&0,exeeptanoted
in, paragraph(b) of this: section, to. msinitain & pétent
,,mforoebeyond-t 8 and 12 years after the date of

- (b)h ftenancefeesuenotreqmredforphntpat-
enits based on’ apphcauons filed on or after August 27,
1982 or for a;‘ny destsn pltents Mamtenance fees are

B tiol ﬁlmg dates for t purpom of pay-
;m t_pfmamte_nane . : f‘ low ,

35 USC 371 “the " international ﬁlmg date granted
“under Arficle 1101y of the Patent Cooperatlon Treaty
which is considered to be the Umted States ﬁlmg date
under 35 U.S.C. 363.

(&) Maintenance -fees may- be paid in patents with-
out surcharge during the penods extending respec-
tively from:

(1) 3 years through 3 years and 6 months after
grant for the first maintenance fee, . .

(@) 7 years through 7 years and 6 months after
‘grant for: the second maintensnce feé, and :

.. {3).11 years throngh 11 years and 6 mouths after
grant for the third maintenance fee, .

(¢) Maintenance fees may be oand with. the sur-

charge set forth in § 1.20 (k) or (i) durmg the respec-

tive grace periods: after:
(1) 3 years and 6 months and through the day of

the 4th anniversary of the grant for the first mainte-
nance fee,

(2) 7 years and 6 months and through the day of
the 8th anniversary of the grant for the second main-
tenance fee, and

(3) 11 years and 6 months and through the day of
the 12th anniversary of the grant for the third mainte-
nance fee.

(6 If the last day for paying a maintenance fee
without surcharge set forth in paragraph (d) of this

- Bew. 1, Oet. 1985

'.‘surcherxeupudwmtheumep«wdt
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(8) Unless the: mmunoe t?ee md uy apphenble
set forth in
paragraphs (d), () or () of-this sectios, the patent
will expire as of the end of the grace period set forth
mpuaguph(e)nfthiswetwn..&pneatwluchex-
pires for. the failure to pay the maintenance fee will
expire at the end of the same date. (anniversary date)
the patent was granted: in . the 4th. Sth. or 12th year
after grant. ‘

{49 FR 34724, Aug. 31,1984, added effwtlve Nov K 1984] '

Fee addrus for mnlntemnee tee pur-
@ All nom
elatins &

purposes is filed after paymerlt of the issue fee, or

(3) A “fee address” or a change in the “fee
dress” is filed fos:purposes: of recéiving notices;. fe-
ceipts and other. correspondence. relating to. the pay-

,ment of maintenance fees after the payment . of . the
issue fee,. in_which. instance, . the.latest . such address
~will be used. .

(b) An assxgmrtent of a patent apphcatton Or. patent

.does .not result in a change of the, . “‘correspondence

address” or “fee address” for mamtenance fee pur-

poses. X :
[49 FR 34725, Aug 31, 1984 added effecttve Nov l 1984]

1.366 Submission of maintenance fees.

(a) The patentee may pay maintenance fees and any
necessary surcharges, or any: ‘person. or. organization
may- pay maintenance fees: and any necessary sur-
charges.on behalf of a patentee. -Authorization by the
patentee need. not -be: filed in the Patent and Trade-
mark Office to pay maintenance: fees and any neces-
sary surcharges on behalf of the patentee.

(b) A maintenance fee and any necessary surcharge
submitted for s patent must be submitted in- the
amount due on the date the maintenance fee -and any
necessary surcharge are paid and may be paid in the
manner set forth in §1.23 or by an authorization to
charge a deposit account established pursuant to
§ 1.25. Payment of a maintenance fee and any neces-
sary surcharge or the authorization to charge a depo:
it account must be submitted within the periods
forth in § 1.362 (d), (e) or (f). Any pasyment or author-

R=34
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~~mmwm*mwwmm* mmn
dxymtﬁthe/mﬁimﬁeww“l
‘delayed] payment of ‘the maintensnce fee is accepted
‘by ‘the Commissioner in an explred patent: pursuant to
a petition filed under § 1.378. Asy. suthorization to
charge 'a deposit -account munt euthorize the immedi-
ate charging of the maintéisnce’ fee aad any necessary
surchaege to the deposit sccotnt.. Paymwtafleu
then the required amount, payment i
than that set forth in § 1.23, ortheﬁlmgol‘anauthor
‘jzation to charge a deposit account having insufficient
funds will not comstitute peymeat of & meintensnce
fee or surcharge on a patent. The certificate of mail-
ing proceduresofetther§180r§110maybeuu-
hzedmpaymg mamtenance fees and anyneoeasary
surchargu

e) In: submlttmg mamtenanee fees and any neces-
sary surcharges, -identification - of - the . patents _for
which mamtenance feea are bemg patd must melude

..{1). The pate ! s s b
. (Z)ThesenalnnmberoftheUm,) - Stat BC
tlon for the patent on which the: maintenance. fee is

g peid. .. YT,
(d) Payments of mamtenance fees‘and any sur-
_chatges shouldlxdennt‘y_‘the fee being paid, for ¢ each
whe 3%, 79 _"ll'% year

ﬁlmg date. If the mamtenance fee and any necessary
.surcharge is being paid on a reissue patent, the pay-
-ment must ldentnfy the reissue patent by reissue patent
number and reissue application serial number as re-
quired by paragraph (c) of this sectlon and. should
‘also include the original patent number, the original
patent issué dafe and the original United States apph-
cation filing date.

(e) Maintenarice fee payments and surcharge pay-
ments relating thereto must be submitted separate
from any other payments for fees or charges, whether
submitted in the manner set forth in § 1.23 or by an
authorization to charge a deposit account. If mainte-

nance fee and surcharge payments for more than one
patent are submiited together, they should be submit-
ted on as few sheets as’ possible with the patent num-
bers listed in mcreasmg patent number order: If the
payment submitted is insufficient to cover the mainte-

nance fees and surcharges for all the listed patents,
the payment will be applied in the order the patents
are listed, beginning at the top of the listing.

(0 Notification of any change in status resulting in
loss of entitlement to small entity status must be filed
in a patent prior to paying, or at the time of paying,
the earliest maintenance fee due after the date on
which status as a small entity is no longer appropriate.
See § 1.28(b).

(g) Maintenance fees and surcharges relating there-
to will not be refunded except in accordance with

§§ 1.26 and 1.28(a).
[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984]
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- (@) Auymwho h dimmﬁod with the refesal
of the: Patent sad Tredemark Office; to: accept: and
record & meistenance. fee whick was filed peior to the
expirmondmemmtmymmeamm
er to accept and record the meintensnce fee, . - -
(b)Anypetiﬁonunderthisaeetionmuabeﬁled
wrthm 2 months of ‘the action complained of, or
withmmchothernmenmaybesetmtheacnm

'complamedofmdmustbeaebompamedbythefee

set forth'in § 1.17(h). The petition may include a re-
questthatthepennmfeeberefundednftherefuaalto

‘siccept and record the maintensnce fee is-determined

to result from s error by the Patent and Trademarl:

‘?Oﬁiee

“@©) Any petman ﬁl ~":under tlus sectxbn ‘must

jgon;%ly with the_ requnrenients fjparagraph (b) ‘of

atverified : statemeitt i hade by ‘4 ‘person not regis-
‘tered it ptactlee before the Patent and Trademark

tenmee -fee .in. - ‘expued patent to relnstate
... patent. Gt e
'(a) The 'Conixnlssldner ‘may' accept the payment of

tttttt

of the. patent if; upon petltlon, the delay in paytnent of

the maintenance fee is shown to the satisfaction of the
Commissioner to have been unavoxdable and if the
surcharge reqmred by § 1.20(m) is paid as a condition
of accepting payment of the maintenance fee. If the
Commxssxonet accepts payment of the mamtenance
fee upon petition, the patent shall be considered as not
having expired, but will, be_subject to the: condltlons
set forth in 35 U.S.C. 4l(c)(2) Lo

(b) Any petition to accept the. delayed payment ofa
maintenance fee filed under paragraph (a) of this sec-
tion within six months of the explratton of the patent
must include: -

(1) The required maintenance -fee set forth in
§ 1.20(h)-G;

(2) The surcharge set forth in § 1.20(m); and

(3) A showing that the delay was unavoidable since
reasonable care was taken to ensure that the mainte-
nance fee would be paid timely. The showing must
enumerate the steps taken to ensure timely payment of
the maintenance fee.

(c) Any petition to accept the delayed payment of a
maintenance fee filed under paragraph (a) of this sec-
tion more than six months after the expiration of the
patent must include:

- Hev. 3, Oct. 1985



s5:(0): The ,stequired meintenan:
§: 120006

(2) The surcharmamt t'prth. §: .w(m);xand
(3) A showmg that the delay was unavoidable gince
‘ ‘care 'was: taken t0 emsure that the mainte-
%mfwwouldbepaidtimelyndthemhmto
timely pay thé' msintenance:fee was-due; entirely -to
circumstences outside of the comtrol of the patentee.
T‘heshowhgmuatemumermthcmpcukeuto
ensure timely payment of the maintenance fee and the
circumstances which were outside of the control of
thepatemeeand those acting on behalf of the patent-
ee in; paying . the maintenance. fee. The showing must
be sufficient in scope and content to meet. the heavy
‘burden of proof required. to show. that a. delay in pay-
ment of the maintenance fee of more than: six months
after expiration of the patent was unavoidable. .. ..
(d) Any petition under this section must be signed
by.an sttorney or agent registered to practice before
the Patent and”Trademark Office, or. by the patentee
the assignee, . 1, interest., Such petition
must be in. thcfom ofa vcnﬁedstatement if made by
& person .not. tegmtered to practwe beforc thc Patent

(e) Rocomtdetauon of a decmon refusmg to accept
amamtemwefeeupon petition filed. purspant to
paragraph (2) of this section may be obtained by filing
a petition for reconsideration within two months of,
or such other time as set in, the decision refiising to
accept the delayed payment of the maintenance fee.
Ay smh ‘petition for 1 ‘st be accom-
‘paniéd by the peutton ‘fee set forth in'§ 1. 17(h). After
decision on the petttxon for reconsideration; no further
reconsideration or review of the matter will be under-
taken by the Commissioner. If the delayed payment of
‘the maintenanice fee is not accepted, the mainténance
fee and the surcharge set forth in § 1.20(m) will be re-
funded following the decision on the petition for re-
congideration, or after the expiration of the time for
filing such a petition for reconsideration, if none is
filed. The fee set forth in § 1.17(h) for filing the peti-
tion ‘for reconsideration will not be refunded unless
the refusal to accept and record the maintenance fee
is determined to result from an error by the Patcnt
and Trademark Office.

[49 FR 34726, Aug. 31, 1984, sdded effective Nov. 1, 1984; para.
(l), S0 FR 9383, Mar. 7, 1985, effective date May 8, 1985]

Subpart C—International Procming Provisions
AUTHORITY: Pub. L. 94-131, 89 Stat. 685,
Sounce: 43 FR 20466, May 11, 1978, unless otherwise noted.

GENERAL INFORMATION

1.401 Definitions of terms under the Patent
Cooperation Treaty.
(a) The abbreviation “PCT” and the term “Treaty”
mean the Patent Cooperation Treaty.
(b) “International Bureau” means the World Intel-
lectual Property Organization located in Geneva,
Switzerland.

Hev. 1, Oct. 1988

PCT

t:mehmmmthel’atent

;brevmtm “ROyuUs: 461 il aroeils §e

\PCT Art. 11(1), and PCT Rule' 20;

A OF m&ﬂd‘.A AL i
:1-{e) *international. application”’, as
chapter is defined in:§.1.9().. ..« .0 «
(£} “Priority ‘date’: for. the: purpoae of oomtmg
Cooperition Ttutyude-
fined in PCT Art: 2 (xi). Note also §1.465.. - = -
(g)Othertmnsmdexpremonsmthszubme
notdeﬁnedmﬂnsmnonarewbetakenmtheseme
indicated in PCT Art. 2and3SUSC 351 :

[()MB Control No. 0651-0011]

1412  The United States Receiving OMce.

" (a) The United Stites Patent and Trademark Oﬁ‘ice
is a Receiving Office only for applicants who are resi-
deiits or nationals of the United States of Ameérica. '

(b) The Patent and Trademark Office; When acting
as a Receiving Office, will be'idéntified by’ the full
title  “United” States- Recelvm Ofﬁce” or by the nb.

{© Thc major functlons of the Recewmg Oﬁce i
clude:
) Aeco rding ‘of mtemat:onal ﬁlmg tes o intes-
national - applications meetmg the requ:remmm of

' (2) Assuring that international apphcattons meet the

'_standards'for format and content of PCT Art. 14(1),
'PCT Rules 9, 26, 291, 37 38 91 and pomons of

PCI‘ Rules 3 through 11;

&)} Oollecting and, ‘whe requu'ed transmxmng fees
due for’ procewng mternatlonal apphcanons (PCT
Rule 14, 15, 16); .

(4) Transmitting the record and search’ copxm to the
Intérnational Bureau and International ‘Searching Au-
thority, respectively (PCT Rules 22 and 23); and’

(5) Determining compliance with" apphcable re-
quirements of Part 5 of this chapter o

[OMB Control No. 0651-0011] - . . .. . .

1413 ' The United States Intemtional Search-
ing Authoﬂty

(8) Pursuant to appointment by the. Assembly, the
United States Patent and Trademark Office will act as
an International chhmg Authority for international
applications filed in the United States Receiving
Office and in other Receiving Offices as may be
agreed upon by the Commissioner, in accordance
with agreement between the Patent and Trademark
Office and the International Bureau (PCT Art.
16(3)()).

(b) The Patent and Trademark Office, when acting
as an International Searching Authority, will be iden-
tified by the full title “United States International
Searching Authority” or by the abbreviation “ISA/ g
Us 114 b

(c) The major functions of the lntematnonal Search- |/
ing Authority include:

R-56
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(2) The United States PatentdemdemarkOfﬁee
wﬂlwtuaDesxmtedOfﬁceformmmomhppﬁ-
cations in which the United States of Amierica has

beendesxgnatedasaSmemwhnch patcntprotect:on'

is desired.
(b)'l‘hePatentderadmrkO!ﬁce whenncthg

as & Designated Office during international processing
will be identified by the full title “United’ States Des-
ignated Office” or by the abbreviation “DO/US.” ~ -

(c Thé ma ﬁmctiomoftbeUmtedStntesDwg--)

1415 mhmﬁoﬂﬂm ‘

zerland. It is the international intergovernmental orga-

nization which acts as the coordinating body uader

the Treaty and the Regulatrons (PCT Art 2(x1x) and
I5USLC. 351(h)) -

(b) The major functions of the Intematlonal Bureau
inciude: . .

(1) Publishing of international applncauons and the
Internationsl Gazeite;

(2) Transmitting copies of international applications
to Lesignated Offices;

{3) Storing and mamtaxnmg record copies; and

“@ Transmnttmg information to authorities pertinent
to the processing of specific international applications.

[OMB Control No. 0651-0011]
WHo MAY FILE AN INTERNATIONAL APPLICATION

1421 = Applicant for international application.

(a) Only residents or nationals of the United States
of America may file international applications in the
United States Receiving Office.

(b) Although the United States Receiving Office
will accept international applications filed by any resi-
dent or national of the United States of America for
international processing, an international application
designating the United States of America will be ac-

(8) The International Buresu is the Woﬂd Intellec- :
tual Property Organization located at Geneva, Swit-

R—§7
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natiosal stage ooly if filed. »w;;‘iﬂ;
vided in. §§ 1422, 1.423 or 1425,
(c) Internatiomal ,
m&cUnitedMuofAmcdumyheﬁhdbyme
(d)'I‘hemocmormntnﬁhesppMmym :
the . international . application. Request- end .file the
international fmthemﬁemifthamm

application

national. spplication when filed is accompenied by a
seperate power of attorney to that sttorney. or agent
from the applicant. The separate power of attorney
fromtheapphcmmaybembmmdmerﬁlmgnfmf-
ficient cause is shown for not submitting it at the time
of filing.. Note thet paragraph (b) of this section re-
qmthheappbcmtbethemventonftheUmwdr
States of America is designated. - . -

(€)' Any indication of . different tpmcanm for the :
purpose . of different Designated Offices must -be

‘shown:on the Requeot portxon of tbe mtematnoml ap-.

plication. - -
(t)Changesmmepemn,name.oraddreuoftheg

applmmtofmmtemmonalapplmahallbemm :

in accordance with PCT Rule 18.5.

. [OME Control No. 0651-0011]

1422  When the inventor is dead. © .

In case of the desth of the inveator, the:legal repre- -
sentative . (executor, . administrator, etc.) of the de-
ceased .inventor may file an international. application
which designates the United States of America. . .

(OMB Conu'ol No.. 0651-00!1]

1.423 'When ‘the mventor is insane or legally
- incapacitated. . @

In case an inventor is insane or. otherw:se legally in-
capacitated, the legal representative (guardian, conser-
vator, etc.) of such inventor may file an international
application which destgnates the United States of
America.

[OME Control No. 0651-0011]

1424  Joint inventors. -

Joint inventors must jointly file an international ap-
plication which designates the ‘United States of Amer-
ica; the signature of either of them alone, or less than
the entire number will be insufficient for an invention
&nvented by them jointly, except as provided in

1.425

fOMB Control No. 0651-0011]

1.425 Filing by other than inventor,

(a) If a joint inventor refuses to join in an interna-
tional application which designates the United States
of America or cannot be found or reached after dili-
gent effort, the international application which desig-
nates the United States of America may be filed by
the other inventor on behalf of himself or herself and
the omitted inventor. Such an international applica-
tion which designates the United States of America




mustmtethehstkmwnaddmaoftm:nventor The

asugnment, wntten agreement to sssign or other evi-.
“intérest; or a verified copy theres -
of, must be filed in the Patent and Trademark Office.

derice’ of i
TheOﬂieerorwardnonceoftheﬁhngoﬂheap-

plicstion:to ‘the mventor at the addrew stawd i the

application.
[OMB Coatrol No. 0651-001 l]

THE INTBRRAT!ONAL APFLICATION

1.431-:
(@) An mtematmnal apphcmon sha.l.l ‘contaii, * a8

specified” in’ the Treaty ‘and’ the Regulationis,“a ‘Re-"
v n, one 6r more’ claims, ‘an: abstract; -
and one or more drawings (where: required). (PCT
Art. 3(2) and Sectlon 207 of the Adnnmstratxve In- ,

quest, &

structions.)” :
(b) An mternatlonal ﬁlmg date w1ll be by
the United States Receiving Office, at-the time.~of re-
ceipt of the international application, provided that: -
(1) The applicant:is a United States resident or na-

tional (35 UsC. 361(a); PCT Art. 11(1)()).

{2) The international application is in the Enghsh-

language (35 U.S.C. 361(c), PCT Art.. ll(l)(n))

(3) The international application contains at legst

the following elements (PCl' Art VI(DGEE)):

() An indication that it is intended as an mtel"na. |

tional application (PCT Rule 4.2);
(i) The designation of at least ome Contracting

State of the International Patent Cooperation Union;
(iii) The name of the applicant, as prmcnbed (notc
§8 1.421-1.424);

(iv) A part which on the face of it appears to be a

description; and
(v) A part which on the face of it appears to be a

claim.
(c) Payment of the basic portion of the international

fee (PCT Rule 15.2) and the transmittal and search
fees (§ 1.445) may be made in full at the time'the
international apphcatmn papers required by paragraph
(b) of this section are deposited or within one month
thereafter. Failure to make full payment within one
month of the deposit of the international application
papers required by paragraph (b) of this section will
result in the fees being charged to the International

Rev, 1, Oct. 1985

L EUH TV AN

mhmm&rjmfymgmchwﬁonmyﬁkthe"

ternitiohal i"on behalf of ‘and as:agent for '
the: invemr Such an' international application which
deagnamtthmted States of America must be gc-
bypmofofﬂ:epﬁ-ﬁneﬂthctsmdashow
ing thit'sich action is necessary to preserve the nghts“;
of the parties or to prevent irrepirable damage; and "

" application withdrawn

(l)Thetmmnutd fae, 4 e ‘
international fee, or the search fee where these foes
have not been fully peld by the applicsnt v
monthofthedweofdepomofmeinmmﬁmﬂappﬁ-
cation, asd:

(Z)Thedeucmmfee.orthemuntmyto
coverallthedenmnonsmademﬂwtequestwmch
havenotbeenpudbydleapplwmththmoneyw
from the priority date. ..

(e) The International Bureau wxll noufy apphcant
of any amount charged- under paragraph. (d) of this
section and-invite the applicant to pay directly to the =
International Buresu within: one month from the date
of the notification, the amount charged, a :
a surcharge of 50%, provided the. surcharge wxll not
beless,andwﬂlnotbemore.thmtheamommdl :
catedmtheScheduleofFemappcndedwthePCl‘u
Rules. Ifthepaymentneededtocoverthe_tranmﬂal
fees,thebasw&e,theseatckfee.one il gnaticy
and the surcharge is not timely made.
tions! Bureau,.the Inxemanonal Bureau

the- applicant - makes: uﬂzely \payment of . the
ferred t0:im; the DUS. . b

paid withdrawn -uidér PCT Avticle 14(3)(b) in ‘ags ©
cordance with BCT Rule 16 bls 2(c)
[OMB Conirot No: - 0651-0011) RS

[pam (b), (c), (d) & (e). 30 FR 9383 Mar 7 1985 eﬁ'echw: date
May 8, 1985]

1.432 Desim of Statw and payment of
degignation fees.

(a) The names of Dwgnated States shall appear in
theRequatuponﬁlmgandmustbemdlcuedasset
forth in Secnon 201 of the Admxmstratwe Instruc
tions.

®) The dwgnatlon fees may be paxd vpon ﬁlmg of
the international applmhon, but must be paid- at the
latest before the expiration of one year from the pnor-
ity date (PCT Rule 15.4(b)). Failure to timely pay the
desngnatlon fee for a particular Designated State will -
result in the withdrawal of that designation (PCT Art.
14(3)(b)). Failure to timely pay at least one desxgna-
tion fee ‘will: result in the withdrawal:of the interna-
tional application (PCT Art. 14(3)(a)).

[OMB Control No. 0651-0011]

1433 . Physical reguirements of international
application.

(a) The international application and each of the.
documents that may be referred to in the check list of
the Request (PCT Rule 3.3(a)(ii)) shall be filed in one
copy only.

R—358
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 within SOdIyIOfMMQfﬁmmofﬂw s

pritited' Request forms ‘sre available from the Patent
and Trademark' Office. Letters” tequestmg such forms
should be marked “Box PCT.” .

(b) The Check. List portion. of. thc Reqmt form

should indicate each  document- accompanymg the

international application on filing. ~ - -
(c) All information, for example,. addrssw, names
of States and dates, shall be indicated in the Request

as..required:.by:: PCT-Rule 4 sad: Admmutrauve Ina-:

structions 110 and 201.

Umted Sta'tesy of Amencn

(2) A i reference to any copendmg natlonalT app!
tion or-- international . application ::desigaating

United States:of America; if theibenefit of; the filing -
date for the - pnor .copendmg apphcat:on .i85to -be:

OMB Cmtro! ; To;.%Sl—OOl!j

1.435 The Mcriptwn.

f(;i) “as to the content and form of the
description are et
and’ Administrative Instruction” 204; and shall’ be ad-
hered to.

-(b) - In’ intérnational applications designating 'the
United States the description must contain upon filing

an indication of the best mode contemplated by the:

inventor for carrying out the claimed invention.
{OMB Control No. 0651-0011] .

1.436 The claims..

‘The requirements as to the content and format of.

claims are set forth in. PCT Art. 6 and PCT Rules 6,
9, 10 and 1t and ‘shall’ be adhéred to. The numiber of
the claims shall be: reawnable, oonsuiermg the nature
of the invention claimed.

[OMB Control No. 0651-0011}

1.437 The drawings, _

(a) Subject to paragraph ()] of this section, when
drawmgs are necessary for the understanding of the
invention, or are mentioned in the description, they
must be part of an international application as origi-
nally filed in the United States Receiving Office in
order to maintain the international filing date during
the national stage (PCT Art. 7).

(b) Drawings missing from the application upon
filing will be accepted if such drawings are received

(PCTRules g Cépm of sich

(d) International applications wlnch des:gnate the

tfotth.mPCTRul&sS 9,10 and 11 .

R—59

complete papers. If the missing drawings. are reciived
within the 30-day period; the international:filing date
Mbemednumwhiehmmmmre-
ceived. lfmchdrawmuarenotﬁmelyrwdved nll
references todﬂwmiumeinwrmtmd”’” ’
shallbecondderednonﬂemtem(PGTAtt !4(2), Ad-
numatratlve nstroction 310).

" (c) The physical requirements for drawmgs are set
forth in PCT Rule 11 and shall be adhered to.

[OMB Contzol No. 0651-0011]

1438 The abstract.

(2) Requirements as to the content and form of the
abstract are set forth in PCT Rule 8, and shall be ad-
hered to. . ..

“(b) ‘Lack of ‘an abstmct upon ﬁlmg of an- mtem
tional ‘application “will not affect the _granting of a
filing date. However, failure to furnish an abstract

‘withif- one momh frofii' the datc q_f th X notiﬁca """ tion n'by

1 445 Interutional app!iaﬂon ﬁling and proe-
using fees.' -

“(a)' The followmg fees and charges are estabhshed'
by the Patent and. Trademark Ofﬁce under the au-
thontyof35USC 376 e

(1) A transmittal fee (see 35 U.S.C. 361(d)- o
and PCT Rule 14) $170.00
(2) A search fee (see 35 U.S. C. 361(d) and .
PCT Rule 16) where: - :
(i) No corresponding prior United -
States national apphcatlon with fee
has been filed , -
(i) Corresponding pnor Umted .
“States national’ appltcatlon wnth fee"“ '
has been filed . :
(3) ‘A supplemental search fee when' re-
quired (see PCT Art. 17(3)a) snd PCT
rule 40.2), per additional invention...........
(4) The national fee, that is, the amount
set forth as the filing fee under '§ 1.16 . .
(a) through (d) credited, if requested at
the time of filing, by an amount of
$170.00 where an international search
fee as required by paragraph (a}{(2)(i) of
this section has been paid on the corre-
sponding international application to
the United States Patent and Trade-
mark Office as an international Search-
ing Authority. Only one such credit is
permitted based on a smgle internation-
al search fee.

420.00

' 250.00

Rev. 1, Oet. 1985
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(symmwww the nitionil fee or '

i osth ort: declaration:  later - M 20
momhfrommpﬁmtydm
By a small eatity (§ 1.9(f)........ '.'..'..L&...

By other than & small cntntyi. ARETI

(6)F0rﬁl;n&m i (tmmlmoaofan
.international application, later than 20 .
‘months  after the priority date:
T -

(b) The basic fee and designation fee portions of the

international fee shall be as prmcnbed in PCT Rule.

15.

[OMB ComroiNo 0651—(!)"]
(S USC. 615 USC. 1113; 1123) °

f43 FR 20466, May i1, 1978; para. (8), 47 FR 41282, Sept. 17, 1982,

effective-date. Oct. 1,-1982;: pars. (@)}4)(6), 50.FR 9384, Mar. 7,
1985,
tlve"

l;.;

(a) Money paxd for ‘1‘nternanoml apphcauon feu,.e:».
where paid by actual mistake or. in. excess, such, a5 a.:

payment fiot required by law or Treaty and its Regu-
lations, will be refunded. .

(b) [Reserved]

-Ac):Refund:of ‘the: suppkmental $earch: fees will-be!

made if such refund is determined to be warranted by
the Commissioner or, the Commxssxoner S dwgnee
acting under PCT Rule 40 2(c) s

(d) The'international and’ search,fees"wxll ‘be refund-.

ed if no international filing date is accorded (PCT
Rules 15.6 and 16.2).

[OMB Control No. 0651-0011)

(35 US.C. 6 15 US.C. 1113, 1123)

[43 FR 20466, May 11, 1978; para. (b), 47 FR 41282, Sept. 17, 1982,

effective date Oct. 1, 1982; para. (b), 50 FR 9384, Mar: 7, 1985, ef-
fective date May 8, 1985; 50 FR 31826. Aug. 6, 1985, eﬂ'echve date
Oct. §, 1985] : s :

Pluonrrv

1.451 The priority claim and pnonty docu-
ment in an international applieaﬁon.

(2 ‘The claim for. pnonty -must be mede on. the Re-
quest (PCT Rule 4.10) in 2 manner complying with
Section 110 and 201 of the Adnumstrauve Instruc-
tions.

States national. application  is. claimed in an interna-
tional application, the applicant may request in a
letter of transmittal accompanying the international
apphcatmn upon filing with the United States Receiv-
ing Office or in a separate letter filed in the Receiving
Office not later than 16 months after the priority date,
that the Patent and Trademark Office prepare a certi-
fied copy of the national application for transmittal to
the International Bureau (PCT Article § and PCT
Rule 17). The fee for preparing a certified copy is
stated in § 1.19 (8)(3) and (b)(1).

Bew. 1, Out. 1960

MANUAL OF PAm mumm PROCEDURE

55,00
11000

2600

effective date Mly 8 1935 50 FR 31826, Ang. 6 1985 effec- .

)] Whenevcr the prwmy of an earlier United

not accompanythemtermtiomlipp&aﬁon ”
or are not filed within 16 months of the priority date,
the certified copy of the priority document mmsst be

'furmshedby the applicant to the International Bureau

ortotheUmtedSmesReoexvaﬂieewuhinthe
time limit spec.tﬁedeCTRule 17. l(a)
(S US.C. 6 1SUSC. 1113, 1123) ¢ =~ 1 o

[47FR40140.Sept 10, 1982, eﬁectlvedlteOCt.I 1981; plm.(b).
47 FR 41232, Sept. 17, 1982, effective date Oct. 1, 1982; paras.(b)
&(c),SOFR9384 Mn 7 1985 eﬁectweduellly& 19851

1.455
) tlons.
@ Apphcants
represented by
tice; hefore the Pater . : &
common representatwe (PCT Art. 49 ‘Ruls 8 gand
90.and.§ 10.10):.: ;. CwE Qb s :

-(b) Appointment o nn#agent, ’sttomey Of commcn
representauve (PCTRule 4.8) must be effected elther‘
in ‘the Request’ form; signed by ‘all applicarits, or in'a"
separate power of attorney submitted either t6 the
United States Receiving Office drto’the Intematmml
Burezu. 4 A T

Representation i intemﬁona! appuea-

Office untll the '
report. o

(d) The addressee for correspondence will be as in-
dicated. in Sectnon 108 of the Admnmstrauve Instruc-s
tions. . : ;

[OMB Control No. ossn-oon] S
{50 FR 5171, Mar. 7, 1985, effective date'May 8, 1985]

TRANSMITTAL OF RECORD COPY

1461 Procedures for transmittal of record
~ copy to the Intemational Burm N

(@) Transmnttal of the record copy’ of the mtema-
tional application to the International Bureau shall be
made by the United States Receiving Office.

(b) [Reserved]

(c) No copy of an mtematlonal appllcatlon may be
transmitted to the International Bureau, a foreign
Designated Office, or other foreign authority by the
United States Receiving Office or the applicant,
unless the appllcable requirements of Part 5 of this
chapter have been satisfied.

[OMB Control No. 06510011}

[pdrnjl. (s) & (b), 50 FR 9384, Mar. 7, 1985, effective date May 8,
1985

R~60




(a)l'-‘orthepurpoceofmpunngtxmehmunder
the Treaty, the: pnomy daee slnll be deﬁned es in
PCT Art: 2(xi).:

(b)Whénaclaimedpmrﬁydateiacancelled under
PCT Rule 4.10(d), or considered not to have been
made onder: PCT Rule 4. lO(b),'the priority date for
the purposes of computing time limits will be the date
of the earliest' valid remaining priority claim of the
international :application, or if none, the mternatmnal
filing date. =+

{c) When corrections onder: PCT Art 11(2), At
14(2) or BCT Rule 20. 2(a)(|) or (iii) are timely submit-
ted, and the dite of receipt of such corrections falls

later'than one ‘year from the claimed priority dste or-
diites, the: Recewmg Oﬂ'we shall proceed under PCT-.
10(d). '

Ru!e?

meetmg;i
§1137. o
[0MB Control No 0651—&1 l]

1 471‘

Carrections and amendments durmg‘

inﬁemational proeesmg. S

(a) Al correctlons submmed to the United’ ‘States
Receiving Office must be in the form of replacement
sheets and beé accompanied by a letter that draws at-
tention to the differences between the replaced sheets
and the replacement sheets, except that the deletion of
lines’ of ‘text, the correction of simple typographical
erfors, and one addition or change of not more than
five words per sheet may be stated in a letter and the
United States Receiving Office will make the deletion
or transfer the correction to the international applica-
tion, provided that such corrections do not adversely
affect the clarity and direct reproduclblhty of the ap-
plication (PCT Rule 26.4).

(b) Amendments of claims submitted to the Interna-
tional Bureau shall be as prescribed by PCT Rule 46.

[OMB Control No. 065!-0011}

1475  Changes in person, name, or address of
- applicants and inventors.

All requests for a change in person, name or ad-
dress of applicants and inventor be sent to the United
States Receiving Office until the time of issuance of
the international search report. Thereafter requests for
such changes should be submitted to the International
Bureau.

[OMB Control No. 0651-0011]
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(a) Before uubﬁshing i ‘search
report, the International Searching Authority shall de-
termine whether the international application com-
plies with the t of unity of invention as set
forth in PCT Rule 13 and as set forth in §§ 1.141 and
1. l%excemamdrﬁedbelowmthtssecﬂon
(b) If the International Searching Authority consid-
ers that the international .application does not comply
with the requirement of unity of invention, it shall
inform the applicant accordingly and invite the pay-
ment of additional fees (note § 1.445 and PCT Art.
l7(3)(a) and PCT Rule 40). The applicant will be
given a time period in. accordance ‘with PCT Rule
403t0paytheadd1tmnalfewdue '
(c) In the case of non-comphance wmth umty of m—

mternatlonal search wﬂl 1 rformed.on. the mven- )
tion first. mentioned (“mam vention”) in the clalms

(d) Lack of unity of invention may: ‘be. directly- evi-:
dent. before comsidering the claims!in ‘relation to sny:
prior art, or after ‘taking the prior: art into consider-:
ation, as where a document discovered dunng the:
search: shows the invention claimed ‘in a-generic or
linking claim lacks niovelty or is cleasly obvious; leavs
ing . two . or more  claims joined -thereby: without a
common inventive concept::In such 8. case the Inter-
national Searching Authority may ralse the ob_)echon
of lack of unity of invention. :

[OMB Control No. 0651-0011] .

1.482 Protest to lack of unity of invention. ~ -

(a) If the applicant disagrees with the holding of
lack of unity of invention by the Internatlonal Search-
ing Authority, additional fees may be paid under pro-
test, accompanied by a request for refund and a state-'
ment setting forth reasons for disagreement or why'
the required additional fees are considered excesslve,
or both (PCT Rule 40.2(c)).

(b) Protest under paragraph (c) of this section will
be examined by the Commissioner or the Commission-
er’s designee. In the event that the applicant’s protest
is determined to be justified, the addltlonal fees or a
portion thereof will be refunded.

(c) An applicant who desires that a a copy of the
protest and the decision thereon accompany the inter-
national search report when forwarded to the Desig-
nated Offices, may notify the International Searchmg
Authority to that effect any time prior to the issuance
of the international search report. Thereafter, such
notification should be directed to the International
Bureau (PCT Rule 40.2(c)).

[OMB Control No. 06510011}

Subpart D-—Reexamination of Patents
Source: 46 FR 29185, May 29, 1981, unless otherwise noted.
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CIreaTion oF PRIOR ART ‘

1504, .. Ciation; of prier art dn.patentfiles,
-y At ey tisde during: the period of: %ﬁﬁno&bdxty
ofaputmt,anypermmymtetothel’atmtmd

Trademark Office, m‘ wnunsfpmr art consisting of

clnmofapart:cuhrpatent Ifthecltmomsmadeby
the patent owner, the explanation of pertinency and
appliabxhty may include an explanation of how the
cliims differ from the prior art. Citations by the
patent owner under §1.555 and by a reexamination
reqnener under either § 1.510 or § 1.535 will be en-

tered in the patent ﬁle during & reexamination Pro-.

ceeding The entry m the patent ﬁle of cltations sub-

ant to § 1.525 by persons other than the patent owner,
or & reexaimination’ requester under either § 1.510 or

§1.535, will be delayed until the zjeexammauon pro-’

ceedinigs have been termmated
(b) If the person n
her identity to - be excluded from the patent file and

kept confidentisl, the: citation papers must be submit--
ted- without any anﬁuuon of the: person mahng;

the submiission.

i{c) - Citation of‘ patents of: prmted pubhcanons byf'
the public in patent files should either: (1) Reflect that
a.copy of the same has been mailed to the patent.
owner at the: address: as: provided for in-§ 1.33(c); ‘or.
in the event'service -is not: posnb!e (2) bc ﬁled wnth:

the Office in duplicate.
REQUEST FOR REEXAMINATION
1.510 . . .. Reguest for reexamination. .

- (a). Any person. may, at any: time durmg the penod
of .enforceability of a patent, file a request for reexam-
ination by. the Patent and Trademark Office of any
claim of the patent on the basis of prior art patents or
printed publications cited under § 1.501. The request
must be accompamed by the fee for requesting reex-
amination set in § 1.20(c).

(b) Any request for reexamination must mclude the
following parts:

(1) A statement pomtmg out each substantial new
question of patentability based on prior patents and
printed publications.

(2) An identification of every claim for which reex-
amination i$ requested, and a detailed explanatnon of
the pertinency and manner of applying the cited prior
art to every claim for which reexamination is request-
ed. If appropriate the party requesting reexamination
may also point out how claims distinguish over cited
prior art.

(3) A copy of every patent or printed publication
relied upon or referred to in paragraph (b) (1) and (2)
of this section accompanied by an English language
translation of all the necessary and pertinent parts of
any non-English language patent or printed publica-
tion.

Rev. 1, Oct. 1965

~which that person.

ing ' thé citation wishes his ‘or

MANUAL OF PATENT EXAMINING PROCEDURE

(4) The entire specification (including clnms) and
drawings of the patent for which, reeummmonmrg-
«f st b furnisthed " the for ‘of cut-p,
copies of the original patent” with ‘oaly ‘= “din
column of the printed patent securely mounted or ge-
produced in permanent form on one side of & separate
paper. A copy of any disclaimer, certificate of correc-
uon.orreexmmmncauﬁcuemedmthepamt
must algo be included. ;

(S)Awuﬁemonthataeopyofthereqmﬁled
by & persom other than the patent owner has been
served in its entirety on the patent owner at the ad-
dress as provided for in‘§l.33(c).:ﬂe_uamemd&d-
dress of the party served must be indicated. If service
was not pmble a duplicate eopy must be supphed to
the Office. .

() If. the request does not mclude the fee for re-
questing reexsmination or all of the. parts required by
paragraph (b) of this section, -the person identified as
requesting reexamination will be so notified and given.
an opportunity to complete the Tequest within a speci-
fied time. If the fee for requesting reexnmmatmn has

» in, the ¢

‘pa
will be made and’ the requut wﬂl be placed ln the
patent file as a citation if it complles wnth the requlre-
ments of § 1.501(a).

(d) The filing date of the request is: (1) The date on
which the request mcludmg the entire fee for reguest-
ing recxamination.is received in the Patent and Trade-
mark Office; or (2) the dafe on which the: last portion
of the fee for requesting reexamination is received.

(e) A request filed by the patent owner, may in-
clude a proposed amendment in accordance with
§ 1.121(D).

(f) If a request is filed by an attorney or agent iden-
tifying another party on whose behalf the request is
being filed, the attorney or agent must have a power
of attorney from that party or be acting in a repre-
sentative capacity pursuant to § 1.34(a).

[OMB Control No. 0651-0011]
(38 US.C. 6 15 US.C. 1113, 1123)

[46 FR 29185, May 29, 1981; para. (a), 47 FR 41282, Sept. 17, 1982,
effective date Oct. 1, 1982]

1515 ~ Determination of the request for reex-
amination,

(a) Within three months following the filing date of
a request for reexamination, an examiner will consider
the request and determine whether or not & substan-
tial new question of patentability affecting any claim
of the patent is raised by the request and the prior art
cited therein, with or without consideration of other
patents or printed publications. The examiner’s deter-
mination will be based on the claims in effect at the
time of the determination and will become a part of
the official file of the patent and will be given or
mailed to the patent owner at the address as provided
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er: wcorﬂmeemth’l%(c)
(o)mmmmywekmwbylpeﬁﬁonw

the: Commissioner under ‘§1.181 within one month: of
themmhngdateoftheenminer’sdetermhmmi

ing. reexamination.. Any such: petition ‘must comply
with -§ 1.181(b). If mo: petition is timely filed or if the

decision: on: petition affirms thet no substantial new
quuuonofpatenuhluyhasbeenmscd,thedemm-.

nation: ahall be finsl and nonappealable.
1.520
Co

The Commxmonct, at any tune dunng the perwd ot'_.5
enforceability -of s patent, may. determine whether or.
not.a substantial new qnemon of patentabtlny u,rawedf

P publica h, b en.,

; Rmummnom .
1.525 Order to reexamine. :
(a) If a substantial new questlon of patentabﬂxty is
found pursuant to § 1.515 or § 1.520, the determina-
tion will include an order for reexamination of the
patent for resolution of the questlon If the order for
reexamination resulted from a petition pursuant to
8 1.515(c), the reexamination will ordinarily be con-
ducted by an examiner other than the examimer re-
sponsxble for thé initial determination under § 1.515(a).
() If the order for reexamination of the patent

meiled to the patent owner at the address as provided
for in §1.33(c) is returned to the Office undelivered,

the notice published in the Official Gazette under

§ 1.11(c) will be considered to be constructive notlce'

and reexamination will proceed.

1530  Statement and amendment by patent
owner.

(a) Except as provided in § 1.510(e), no statement
or other response by the patent owner shall be filed
prior to the determinations made in accordance with
§8 1.515 or 1.520. If a premature statement or other
response is filed by the patent owner it will not be ac-
knowledged or comsidered in making the determina-
tion.

tyhubwnfomd,amoflpwtimofmmmr
toqumin; roexanﬁmﬁonwxllbemmwthem~

Reexamimﬁon at the inituﬁve of m:
mmissioner

e ‘a»"_part‘ofthe
ofﬁ file of the patent “and will' be given ‘of mailed
to the atent owner at the address as prowded for m{
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wm arderfor diitiion:will et & péridd of:
noti lest thion twd: lbonths ﬁm ‘e Gt 60 the order’
within Mfww W a& Mewmwi

(c)Anyswemﬂ!edbytﬁepmwwMé
clurly point'out why the subject matter as claimed-is°
not’ anticipated or: rendered’ obvmb«ythepmrart:f
patents or printed publications, either alone or in any’
reasonable combinations.- Any statement filed must be
served - upon the reexamxmuon requewer in accord
ance with §:1.248. -

{d)  Any proposed amendmenu to the deecuptnon“’
and - claims must be made in- sccordsnce with-
§1.121(f): No ' amendment may enlarge the :scope of’
the ¢laims of -the patent of introduce new matter. No
amended or‘new claims may ‘be proposed for entry in
an éxpired: patent. ‘Moreover,: no: -amended o ‘new:
cleimis will- be incorporated into the patent’ by ceruﬁ E
cate’issued ‘after the expiration of the patent. v

-(e)-Although: the: Office ‘sctions 'will ‘treat ptoposed':"

amendments a8’ though they hnve been entered,rthef
s naed owill’

€p > patent. :
§ 1.530 may be ‘filed by the reexammatlon requestet,
within two months, from the date of service of, the
patent owner’s. statement, Any. reply by the requester .
must be served upon the patent owner. in. accordance
with § 1.248. If the pate ner does not file a state-,
ment under § 1.530, no reply or ¢ pgﬁom’
the reexaxmnatlon requester will be nsxdered '

1.540 Consideratmn of respomes. L ;

- The failure to tlmely file or serve the documents set
forth in § 1.530 or in § 1.535 may fesult in their being
refused consideration. No submissions other than the
statement pursuant to § 1.530 and the reply by the re--
quester pursuant to § 1. 535 wnll be consndered prlor to
exammauon :

1.550 Condnct of reexamtnation proceedinm.

(a). All reexamination proceedmgs, mcludmg any
appeals to the Bpard. of Patent Appeals and Interfer-.
ences, will be conducted with special dlspatch within
the Office. After issuance of the reexaminstion order.
and expiration of the time for submitting any re-
sponses thereto, the examination will be conducted in
accordance with §§ 1.104-1.119 and will result in the
issuance of a reexamination certificate under § 1.570.

(b) The patent owner will be given at least 30 days
to respond to any Office action. Such response may
include further statements in response to any rejec-
tions and/or proposed amendments or new claims to
place the patent in a condition where all the claims, if
amended as proposed, would be patentable.

(¢) The time for taking any action by a patent
owner in a reexamination proceeding will be extended
only for sufficient cause, and for a reasonable time

Rav. 1, Oet. 1965




wmmwmummmwm
missioner. will

proeeedwm:ceeﬁﬁemw4

’IM!M'W it tbe Jest. sction- of . the

(e)'l‘hemmuonmpewu
ofomemiuueddmmereeummﬂmpm-
ceeding. Any document filed by the: patent owner
must be served on the requester in the manner provid-
ed-in §1.248. The document must reflect service or

thedoenmentmaybeteﬁmdmdermonbythe
Office. . The active participation-of the reexaminstion :
requenterendswlththereplypnrmtto§1535 -and:

no further: submissions on behalf of the : reexamination.

requester: will. be. acknowledged -or. .considered. Fur-.
ther, no submissionsion behalf of any third parties will .

be . acknowledged or: considered - unless ‘such submis-

nomue(t)mnceordancemhilsm or (2).entered::
prior to-the date of: the. order.to. re-;
exammepursuantto§l§25 Smonsbyﬂmdpar-z

in the: patent file:

ties, filed afiter the date of the order to

effective date Feb. 'il, 1985]
1.5.52 'S¢

(2) Patent claxmsjwﬁl be reexammedv ‘on the basxs of;

patents or printed’ publications’
- (b) Amended or new clsims’ presented durmg ‘& fe-
exsminationh proceeding must’ not enlarge the scope of
the claims ‘of the patent and will be examined on-the
basis -of patents’ or- printed publications and also for
complisnce with the tequirements of 35 U.S.C. 112
and the new matter prohibition of 35 U.S.C. 132.
(c). Questions other than those indicated in para-
phs @ and (b) of ‘this section will not be resolved
in a reexamination proceedmg If such questions are
discovered durmg & Teexamination proceeding, the ex-

istence of such questions’ will be noted by the exaniin-

er in an Office action, in which case the patent owner
may desire to consider the advisability of filing a re-
issue ‘application to have such questions consndered

and molved
1.555 Duty of diaelosure in reexamination pro-
ceedings.

(@ A duty of candor and good faith toward the
Patent and Trademark Office rests on the. patent

owner, on each attorney or agent who represents the.

patent owner, and on every other individual who is
substantively involved on behalf of the patent owner
in a reexamination proceeding. All such individuals
who are aware, or become aware, of patents or print-

Rov. 1, Oet. 1985

(d)mhemowwfni&mﬁbamymm;
proptutemponsetonnyOfﬁceacﬂon.thereexﬂm---;

willbesemeop‘mE

shouldbeﬁledthhmtwomomhsehhedeteofﬂw

‘ordes for.reexsmination, or s s0on thereafier as pos-
siblemomtobnncmhplteauorpmupubmg,

@)Dmmammttomkmmmtbewa
companied by a copy. of each foreign: patent docu-
ment or noa-patent printed publication which is being -
disclosed or by a statement that the copy is not:in the
possession of the person. making: the disclosuze and-
may be made to the Office through g
agent having™ respons:bnhty on ‘__‘,pntent‘
owner for the reexamination proceeding or throigh a
patent owner' acting il his ‘ot her: own behalf. Dmlo-
sure to sueh an’ attomey, ageﬂ of pates -

the reexamination proceedmg by the Ofﬁce 8s: to:
compliance with this section. If questions of compli-
ance with this section' ‘aré ‘discovered during a reex-
amination proceedmg, they,. will. be .noted as um-e-

(3susc6.m1. 91-247) s ‘
[47 FR 21752, May. 19, 1982, effective. date July 1 1982 _paras. @
& (0, 49 FR 556, Jan. 4, 1984, eifective date Apr. 1, 1984]

1.560 Interviews in reexaminaﬁon proeeedings.

(a) Intemews in reexammatlon proceedmgs pend-
ing before the Office between ‘examiners “and the
owners of such patents or their attorneys or agents of
record must be had in the Office at such times, within
Office hours, as the respective examiners ‘may. desig-
nate. Interviews will not be permitted at any other
time or place without the authority of the Commis-
sioner. Interviews for the discassion of the patentabil-
ity of claims in patents mvolved in reexamination pro-
ceedings will- not be had prior ito-the first official
action thereon. Interviews should be arranged for in
advance. Requests that reexamination requesters par-
ticipate in interviews with examiners will not be
granted.

(b) In every instance of an interview with an exam-
iner, & complete written statement of the reasons pre-
sented at the interview as warranting favorable action
must be filed by the patent owner. An interview does
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" tioss as apcciﬁcdﬁm M«M

(a) In any reexamination proceeding before me
Office; the patent ownex shall call the atteation of the:

wiigh, b M.,,, D or was avolved such ae inteer-
i1 4 orwqmvpv such ag int
enees, :W zuumm. /) gl

& proc ﬁ
(e) If reexamination is ordered ‘while a pnor reex-
amination’ proceeding is pending, the reexnmmnonk

proceedings will be consolidated and result rn the is-
suiince’ of a smgic ccmﬁclte under § 1:570. -

plication and a reexamination pro- ]’

ceeldings”or to “stay onie ‘of ‘the’'twi

Where merger of a reissve application and a reexam- -
mmon procwdmgxuordered, the merged - Exanmination’:
in. .sccordan §§1 A7 -

applicdtion” and the" reexammntronf
thc pendency of themcrged oce g,

a iergéd proceeding’ will apply’ to’ both " the 'reissue
application’ and ' the ‘reéxamination proceeding and “be

physrcaﬂy ‘eitered into both files; Any feexamination

terminated’ by the grant of the reissued patent.
“(€)If a ‘patent in
becomes involved iii an interference, the Commission-

er may ‘stay reexammatron or the inteiferénce. The"

Commissioner -will not conmsider a request to stay an
interference unless a motion (§ 1.635) to stay the inter-

ference has been presented to, and denied by, an. ex-

aminer-in-chief and the request is filed ‘within ten (10)
days of a decision by an examiiner-in-chief’ denymg the
motion for'a stay or such other trme as the exmmncr

in-chief may ‘set.’

[46 FR 29185, May 29, 1981; parss. (b) & (d), 47 FR 21753; May -
19, 1982, éffective date July -8, 1982; paras. (b) & (e), 49-FR 48416,

Deec. 12, 1984, 50 FR 23123, Mly 31, 1985. eﬂ'ectlve dete Feb ll,
1985)

CER'!'H’ICATE

1.570 Issuance of reexamination certificate
after reexamination proceedings.

() Upon the conclusion of reexamination proceed
ings, the Commissioner will issue a. certificate in ac-
cordance with 35 U.S.C. 307 setting forth the results
of the reexamination proceedmg and the content of
the patent following the reexamination proceeding.

(b) A certificate will be jssued in each patent in
which a reexamination proceeding has been ordered

tigation a ;thcre-,

fig mierged-with ‘@ reissue application slmii be

in' the process of reexamination is or
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patent ownee wil] be made part-of the certificate. « -~

(c)mmquwmmorm
date to.the. patent owner at the address ss peovided
for in-§ 1.33c). A copy of the cectificete will also be -
mﬁiedwthmerefthemmﬁmpmmd-

(d)lfaeummheenmudwmehmhaﬂ
of the claims of the patent, no further Office proceed-
ings will be coaducted: with regard to that: patent or
anyrmeapp&iccmmorreenmmuonreqmre-
lating thereto.

(e)lfthereeummmon proceeding is terminated by
thegrnntofnmdpatentmprovrdedm§l$65(d)
the reissued petent will constitute: the reexamination
certificate required by this section and 35 U.S.C. 307.

() A& notice of the issuance of each certificate under
tlusuctronwﬂlbepublwh&mtheo,ﬂicmlaaemon
its date of issuence. -

[46: FR-29185, May 19, 1981 pm (e), 47 FR 21753 Mny i9 1982.
effective date- Jlly l. 1932]

Thm subpm govcrns “the procedure i patent inter< -
ferences in the Patent and Trademark Office. This
suhpartshaﬂ be ‘construed :to ‘secure the ‘just,” spéedy,
and ‘inexpensive determination: of -every ‘interference. -
For the meaning of térms in‘the Federal Rulés of Evi--
dence as spplied 'to interferences, see §1.671(c).
Unless. otherwise: clear from the: context, the foiiow-
ing definitions apply to this: snbpart

{a)-“Additionsl discovery™ is drscovery to whxch a
party: may be entitled under § 1.687 in’addition to'dis-
covery to which:the party is entitled as a matter ‘of
right under § 1.673 (a) and (b).

(b) “Affidevit” means affidavit, declaratron under
§ 1.68, or ststutory declaration under 28 U.S.C. 1746.
A transcript of am ex parte depusition may be used as
an affidavit. .

© “Board” means the Board of Patent Appenis
and Interferences.

(d) “Case-in-chief” means that portion of a party’s
case where the party has the burden of gomg forward
with evidence. -

(e) “Case-in-rebuttal” means that portion of a
party’s case where the party presents evrdence in re-
buttal to.the case-in-chief of ‘another party. -

(O A “count” defines the interfering subject ma,tter
between (1) two or more applications or (2) one or
more applications and one or more patents. When
there is more than one count, each count shall define
a separate patentable invention. Any claim of an ap-
plication or patent which corresponds to a count is a
claim involved in the interference within the meaning
of 35 U.S.C. 135(a). A claim of a patent or application
which is identical to a count is said to “correspond
exactly” to the count. A claim of a patent or applica-
tion which is not identical to a count, but which de-
fines the same patentable invention as the count, is
said to “correspond substantially” to the count. When

Rev. 1, Oct, 1985




168851

a count it broader inecope: than: sl oldimé Whidh coe
respond to. the: coutit, the oount is WWWW
A phanton edunt ig not patentable to ey party.’

(;)The“dfwtiveﬁliﬂgdute"ofmeppimﬁonorn
patent is ‘the filing date of an earlier application ac-
cotdedtothelpplicationmpmtuaderuusc
119, 120, or 368.

‘(h) In:the case of an "mmgda"
mmtheﬁﬁngdateudgmdtothetppﬁeaﬁon ‘In
the: case of & patent, “filing date™ means the filing
date sssigned to the application which iuued as the
patent.

(i) An “interference” is & proeeeding instituted in
the Peteat and Trademark Office before the Boird to
determine any question of petenteb:lity and priority of
invention between two or more parties claiming the
same patentable invention. An interférence may be de-
clared " between ‘two or - more - pendmg apphcattom
naming different inventors when, in the opinion of ‘an:
examiner, the applications contain:claims. for:the same
patentable invention. An interference may be declared -
between one or more. pending :
more unexplred its nammg ‘different _ inveators _

when, in the opmxen ‘of ai® ifier; afiy" apphcahon

patanablemventton. i g
: mterference-m-fact” emu when at least one
claim of a .party which corresponds 10 a count-and at: .

least-ose claim of an. opponent which eor:esponds to:

the count define the same. patentable invention..:

(k). A “lead™ attorneyor. agent: is a registered at(ter‘-“:

ney or agent of record. who: is primarily respoiisible
for prosecutmg -an. mterfetence on behalf of & party

and is-the- attorney ‘or. agent whom  an examiner-ins

chief may contact to-set tlmes and take other actlon m
the interference.

@)-A “party” is (1) an: spphcant or. patentee ‘i -

volved in the interference or (2) a legal representative -
or an assignee of an applicant or patentee involved in’
an interference. Where acts of a party are normally
performed by an attorney. or agent, “party” may be

construed to mean the attorney or agent. -An “inven- :

tor” is. the individual named as inventor in an applica-
tion involved in an interference or the individual-
named as inventor in a patent involved in an interfer-
ence.

(m) A “senior party” is the party with earhest ef-
fective filing date as to all counts or, if there is no
party with the earliest effective filing date as to all
counts, the party with the earliest ﬁlmg date. A
“junior party” is any other party. .

(n) Invention “A” is. the “same patentable inven-
tion” as an invention “B” when invention “A” is the
same as (35 U.S.C. 102) or is obvious (35 U.S.C. 103)
in view of invention “B” assuming invention “B” is
prior art with respect to invention “A”. Invention
“A” is a “separate patentable invention” with respect
to invention “B” when invention “A” is new (35
U.S.C 102) and non-obvious (35 U.S.C. 103) in view
of invention “B” assuming invention “B” is prior art
with respect to invention “A”.

(o) “Swom” means sworn or affirmed.
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patent contam clmms fot the mme

{p) United ‘St M*EW ’WW@'W W
America, its territories and postessionis.

[49 FR 48416, Deci 12, m sedin mwwwm. ms. idled
effective Fab. 11, 1985] , ‘

1.m  Interest in appueethu ud mm h-i
mnumm
(a) Unléss 3ood ‘couse i ahown, mmrferenee‘
shﬂlnmbedechredorconﬁnuedbetween(l)appli
cations owned by a single party or (2) )
mdanmxpiredpatentowuedbyemglepnty
(b)Theputses,mthmZOdaysaftermnnterference
nsdeclared,slullnotifytheBonrdoflnyendallnaht.
title, and interest in any application or patent | involved
or relied upon in the interference unless the- right,
txtle,andmterest:ssetforthmthenoueedechnng
the intérference. - .
©Ifa change of any nght, tntle. and mterest mv
any application or patent involved or relied upon.in
the interference occurs after:notice is given declaring
the i terference mdbefore the tune expcree for seek- -

&

fermg su_bjeet matter shall be deﬁned by. o1 ;
counts. Each, count shell define a. separate, patentable :
invention. . Each : apphcatxon ‘must - contain, or. be -
smended to coritain, at least. one. claim which corre-

sponds : toeachcount.Allclalmsmtheepphcauonsz
which define the same patentable invention as a count

shall be designated to correspond to the count.,

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985).

1 604 Reqneet for interference between appli-

" cations by an applicant. L

(@), An apphca.nt may seek to. have &n mterference
declared with an application of another by (1) sug-
gesting a proposed count and presenting a claim cor-
responding to the proposed count, (2). ﬂenufymg the
other application and, if known, a claim in the other
application which corresponds to the proposed count,
and (3) explaining why an interference should be de-
clared.

(b) When an apphcant presents a claim known to
the apphcant to define the same patentable invention
claimed in a pending application: of another, the appli-
cant shall identify that pending application, unless the
claim is presented in response to a suggestion by the
examiner. The examiner shall notify the Commissioner
of any instance where it appears an applicant may
have failed to comply with the provisions of this
paragraph.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985}
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the application by preoeutmg' the mggested claim

within & time specified by the examiner, not less than

one month. Failure .or refusal of an_ applicant to
nmelypreaentthemuemdclumshnnbeuken‘

without further action as a disclaimer by the applicant

of the invention defined by the suggested claim. At .

theumethetnuestedclwnupresented.tbeapph-
cant may also (I) call the examiner’s atténtion to
other. claims siready in the application or which are

presented with the suggested claim and (2) explain .
why.the other clsims would be more appropriate to

be included in any mterference which msy be de-

clared.
(®) The suggemon ofa. claun by the exammer for

the purpose of an mterferencewnllnot staytheperwd,_i
for response to any outstanding Office action. When & .
suggested claim is timely presented, expamprocwd
mgsmtheapplmtnnmﬂbestayedpendmgadeter.?

minstion of whether an interference will be declared.
4 FR mw, Dec. 12, 1984, added effective Feb: 11;;1985):

1.606 Inferference between an 'plication and :

'_ epatent; subjectmztterofth I rMee.

Before an. interference is declared. between an apph-j. '
cation-and an. unexpu'ed patent, an examiner. must de-.
termine : that - there :is . .interfering : subject - matter

claimed in the applicstion and the patent which is pat-

entable to the applicant subject to:a judgment in the

interference. The-interfering subject matter will be de-
fined by one ormore counts:. Each':count shall ‘define
a separate patentable invention. Any application must
contain, or be amended to contain, at least one claim
which corresponds: to each count. All claims in the
application and patent which define the same: patent-
able invention as 8 count shall be designated to corre-
spond to the count. At the time an interference. is ini-
tially declared (§ 1.611), a count shall not be narrower
in scope than any patent claim which corresponds to
the count and any single patent clsim will be pre-
susaed, subject to a motion under § 1.633(c), mot to
contain separate patentable inventions. -

(49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985}

1.607 Request by applicant for interferenee
with patent.

(a) An applicant may seek to have an mterference
declared between an application and an unexpired
-patent by (1) presenting a proposed count and a claim
corresponding to the proposed count and, if any claim
of the patent or application does not correspond ex-
actly to the proposed count, explaining why an inter-
ference should be declared, (2) identifying the patent
and indicating which claim in the application and
which claim or claims of the patent correspond to the

¢ PATENT/RULES? -
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(b)Whenm spplican , L with .

patent, examination o e, iicluding' any'

wmmmm&mwmm

dmpatehwmniuthehuntmu’rm&mut’me Thie"
examiner- shiall deterniine whethuthete is. mterfermg '

subject ‘matter clakined in' thé ;
patent which is patentablé to the applic:

a judgment in an interfereince. If the examiner déter-
mities that there is sny interfering subject matter, an
interference will be declared. If the examiner deter-
mines that' there is no interfering subject matter, the
exammershallmtethermonswhymmterferenceu

i dnd the
¢ ‘subject 10

not being declared and othervme act on the applica—‘_

tion.
() When an apphcant presents a clmm which cor-
responds exactly ‘or substantially to & claim of a

patent_ the appltcant rshall 1dent1fy_ the patent and thev',"

an interference with a patent will beplaced in:the file

of the patent and & copy. of the notice will be sent to
the’ patentee. ‘The identity

, the appheant will not be

disclosed unless an interference is declared. If a ﬁna]

decision is made. not. fo declare an. mterference, a
notice to that effect will be. placed in the patent file
and will be sent to the patentee. . . .

{49 FR 48416, .Dec. 12, 1984, sdded effective Feb. ll, 1985]

1.608 ' Interference between an spplication and
a patent; prima facie showing by applicant.

(a) When the earlier. of the ﬁlmg date or effective

filing date of an application: is three months or less

after the earlier of the filing date or effective filing
date of a patent, the aspplicant; before an interference -
will be declared, shall file an affidavit alleging that

there is a basis upon, which applicant is entitled to a
judgment relative to the patentee.

(b) When the earlier of the ﬁlmg date or the effec-
tive filing date of an ‘application is more than three
months after the easlier of the filing date or the effec-
tive filing date under 35 U.S.C. 120 of a: patent, the
applicant, before an interference will be declared,
shall file (1) evidence which may consist of patents or
printed publications, other documents, and one or
more affidavite which demonstrate that applicant is
prima facie entitled to a judgment relative to the pat-
entee and (2) an explanation stating with particularity
the basis upon which the applicant is prima facie enti-
tled to the judgment. Where the basis upon which an
applicant is entitled to judgment relative to a patentee
is priority of invention, the evidence shall include affi-
davits by the applicant, if possible, and one or more
corroborating witnesses, supported by documentary
evidence, if available, each setting out a factual de-
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fucie entitle the
with respeoct. to: the. earlier of the fill
tive filing date. of. the. patent. To facili
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- preparation -
of.mamawmm»fmwmm,
!Vhich;u s%*
.of any. .
othetdownut ‘which. is. self-.
‘ .of Rule 902 of the
Fedeml Ilulu of deencc or §1.671(d) .and . any .

! | file, affidavits, on peper ,
xuwdm(lubyzmcm.)m‘ i

patentshﬂbedacnuedmmdﬁdamortheexph\,
nation. Any. printed . publication or other document ..
which is not self-autheuuc:tmz shall be authenticated .
and discussed. with perticularity in.an affidavit, Upon
s showing . .of sufficient cause, an affidavit may.be
based on information and belief. If an examiner finds .
an, app!wwon tobei in coudmon for declaranon of an
.tbc ‘

(b; A statement xggnufym g f
(1) The proposed count or counts;

(2) The claims -of any: :applwauon or pa&ent whxch
h*. 3 -

y applic
by the examiner:to be patentable OVer any count; and
(4) Whether an-applicant or patentee is ent:tled to

the benefit of the filing' date of an earlier application: -
and, if so," mfﬁctent mformatlon to 1dent1fy the earller .

application. -
[43 FR 48416, Dec. 12, 1984, addedeﬂ'ectwe Feb H !985]

1.610 Amignment ‘of interference to examiner-

in-cbief time period for completmg interfer-
@ Each interference will be declared by an exam-.

iner-in-chief who may enter, all interlocutory orders in

the interference, except that only a panel comsisting of
at least three members of the Board shall (1) hear oral -

argument at final hearing, (2) enter a decision under
§81.617, 1.640(c) or (e), 1.652, 1.656(i) or 1.658 or (3)
enter any other order which terminates the interfer-
(b) As necessary, another examiner-in-chief may act
in place of the one who 