ORIGINAL EDITION

US. DEPARTMENT OF COMMERCE . ==

. Patent and Trademark Office

REEL NUMBER _ S2_

300K NUMBERS _3 - é/




ORIGINAL EDITION

US. DEPARTMENT OF COMMERCE . ==

. Patent and Trademark Office

REEL NUMBER _ S2_

300K NUMBERS _3 - é/




ORIGINAL EDITION

US. DEPARTMENT OF COMMERCE . ==

. Patent and Trademark Office

REEL NUMBER _ S2_

300K NUMBERS _3 - é/




Revision 3, May 19

emark Office
Washington, D.C. 20231

Instructions Regarding Revisicn Ho. 3

This revision consists of replacement pages for the title page and

entire Chapters 1400, 1900 and 2000.

Additions to the text are indicated by arrows ( ¢ } inserted
in the text. Deletions are indicated by a single asterisk (%)
where a single word was deleted and by three asterisks (¢®%) where

more than one word wag deleted.

Louis 0. Maassel, Editor
Manual of Patent Bxzamining
Procedure

Revigion 3, May 1986




This revision co
. page (v) in the front of

1100 and 18€0. A new Chapter 2300 is

directed to the

zaw 98-622.

2200-64.

am &h@ text.
where a single

asterisks (®e®)

where more than one word was ﬁ@l@t@@o

Revision 2, December 1985




Revision 1, October 198%

U. §. DEPARTMENT OF COMMERCE
Patent and Trademark O0ffice

. Washington, D.C. 20231

MAWNUAL OF PATENT EBXAMINING PROCEDURE
Fifth BEdition

Insturctions Regarding Revision No. 1

This revision consists of replacement pages for the title page
and page (v) in the front of the Manual and of additional pages
L-1 through L-42, R-1 through R-122 and T-l1 through T-58 which
should be inserted in the back of the Manual following page A-9
and before the Index (page I-1).

This revision adds the full text of the patent law, title 35,
United States Code, the rules relating to patents in title 37,
Code of Federal Regulations, and the Patent Cooperatiocn Treaty.

Future revisions will revise the various Chapters of the Manual.

Louis 0. Maassel, Editor
Manual of Patent Examining
Procedure

Revision 1, October 1985



MANUAL OF

EXAMINING
PROCEDURE

Original Fifth Edition, Dated August 1983
Latest Revision May 1986 "

U.S. DEPARTMENT OF COMMERCE
Patent and Trademark Office
Rev. 3, May 1986



MANUAL OF PATENT EXAMINING PROCEDURE

The Patest and Trademark Office does aot handle the sale of the Maaual, distribution of aotices
and revisions er change of address of those on the subsceiption list.
Correspondence relating to any of the above itemis should be sent to the Supetintendent of Dioe-
uments at the following address:
Superintendent of Documents
Washington, D.C. 20402

Inquiries relating (o subscriptions should be directed to:
Sugerintendsnt of Documents
United States Government Printing Office
Washington. D.C. 20402

Qrders for veproduced copies of individus! replacement pages wot smoumting to 2 complete revi-
sion of the Maaual should be sent to the following address:
Commissioner of Patents and Trademarks
Attn: Customer Services Division @
Washington. D.C. 20231
The cost per page will be 50¢ (see 37 CFR 1.13(a) and 1.19%@}3))-

Charges may be made (o deposit accounts if the requester is an acoount holder in good standing
at the time the request is received. Checks or moasy orders should be made payable to the Commis-
sioner of Patents and Trademarks. Requests rust identify the specific pages reguired and the number

of copies of each page.

Employees of the Patent and Trademark Office should direct their reguests for the Manugl, re-
placement pages. notices, and revisions to the Scientific Library.

First Edition, November 1949
Second Edition, November 1983
Third Edition, November 1961
Fourth Edition, June 1979

Fiftk Edition, August 1983
Revision 1, October 1985
Revision 2. December 1985
Revision 3, May 1986

Rev. 3, May 1986




Foreword

This Manual is published to provide Patent and Trademark Office patent ex-
aminers, applicants, attorneys, agents, and representatives of applicants with a
reference work on the practices and procedures relative to the prosecution of
patent applications before the Patent and Trademark Office. It contains instruc-
tions to examiners, as well as other material in the nature of information ard in-
terpretation, and outlines the current procedures which the examiners are re-
quired or authorized to follow in appropriate cases in the normal examination of
a patent application. The Manual does not have the force of law or the force of
the Patent Rules of Practice in Title 37, Code of Federal Regulations.

A seperate manusl entitled “Trademark Manual of Examining Procedure” is

published by the Pateat and Trademark Office as a reference work for trademark
cases.
Examiners will be governed by the applicable statutes, the Rules of Practice,
decisions, and orders and instructions issved by the Commissioner and the Agsist-
ant Commissioners. Orders and Notices still in force which relate to the subject
matter included in this Manual are incorporated in the text. Orders and Notices,
or portions thereof, relating to the examiners’ duties and functions which have
been omitted or not incorporated in the text may be coasidered obsolete. Inter-
ference procedure not directly involving the Primary Examiner are not included
in this Manual and, therefore, Orders and Notices relating thereto remain in
force.

Subsequent changes in practice and other revisions will be incorporated in
the form of substitute or additional pages for the Manual.

Suggestions for improving the form and content of the Manual are always
welcome. They should be addressed to:

Commissioner of Patents and Trademarks,

Editor, M.P.E.P.,
Washington, D.C. 20231

For sl by the Sepecintendent of Documente, U.S. Governmest Priming Office, Washingion, D.C. 20402
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The Constitution of the United States provides: -
“ARY. 1, sEc. 8. The Comgress shall have power
- . . To promote the progress of science and useful
arts, by securing for limited times to authors and in-
ventors the exlusive right to their respective writings
and discoveries.”
Statutes

Pursuant to the provision of the Constitution, Con-
gress has over the years passed a number of statutes
under which the Patent and Trademark Office is or-
ganized and our patent system is established. The pro-
visions of the statutes can in no way be changed or
waived by the Patent and Trademark Office.

Prior to January 1, 1953, the law relating to patents
consisted of various sections of the Revised Statutes
of 1874, derived from the Patent Act of 1870 and nu-
merous amendatory and additional acts.

By an Act of Congress approved July 19, 1952,
which came into effect on January 1, 1953, the patent
laws were revised and codified into substantially its
present form. The patent law is Title 35 of the United
States Code which governs all cases in the Patent and
Trademark Office. In referring to a particular section
of the patent code the citation is given, for example,
as, 35 U.S.C. 31. :

35. USC 1 Esiablishment. The Patent and Trademark Office
shall continue gs an office in the Department of Commerce, where
records, books, drawings, specificstions, and other papers and
things pertaining to patents and to trademark registrations shall be
kept and preserved, except as otherwise provided by law.

Rules of Praetice

One of the sections of the patent statute, namely, 35
U.S.C. 6, authorizes the Commissioner of Patents and
Trademarks, subject to the approval of the Secretary
of Cognmerce, to establish regulations, not inconsist-
ent with law, for the conduct of proceedings in the
Patent and Trademark Office.

37 CER 1.351. Amendments to rules will be published, All amend-
ments in this part will be published in the Official Gazerte and in the
Federal Register.

37 CFR 1.352. Publication of notice of proposed amendmenis. (a)
Whenever required by law, and in other cases whenever practica-
ble, notice of proposed amendments in this part will be published in
the Official Gazetre and in the Federal Register. If not published
with the notice, copies of the text will be furnished to any person
requesting the same. All comments, suggestions, and briefs received
within a time specified in the notice will be considered before adop-
tion of the proposed amendments which may be modified in the

light thereof.
(b} Oral hearings may be held at the discretion of the Commis-

sioner.

These rules and amendments thereto are published in
the Federal Register and in the Official Gazetie. In
the Federal Register and in the Code of Federal Reg-
ulations these rules are Part 1 of Title 37, Patents,
Trademarks and Copyrights, and the individual rules,
called sections, are numbered with the Part number
and a decimal point prefixed to the rule number. A
booklet entitled “37 Code of Federal Regulations,”

published by the ‘Office of the Federal Register, con-
tains all of the patent rules as well as trademark rules
and copyright rules. Persons desiring a copy of the
patent rules should order a copy of “Title 37, Code of
Federal Regulations” from the Superintendent of
Documents. - '

The primary function of the Rules of Practice is to
advise the public of the regulations which have been
established in accordance with the statutes and which
must be followed before the Office. The Rules of
Practice govern the examiners, as well as applicants
and their attorneys. .

Commissioner’s Orders and Notices

From time to time, the Commissioner of Patents
and Trademarks has issued Orders and Notices relat-
ing to various specific situations that have arisen in
operating the Patent and Trademark Office. Notices
and circulars of information or instructions have also
been issued by other Office Officisle under authority
of the Commissioner. Orders and Notices have served
various purposes including directions to the examiners
giving them instruction, information, interpretations
and the like. Some may be for the information of the
public, advising what the Office will do under speci-
fied circumstances.

Decisions

In addition to the statutory regulations, the actions
taken by the examiner in the examination of applica-
tions for patents are to great extent governed by deci-
sions on prior cases. Applicants dissatisfied with an
examiner’s action may have it reviewed. In general,
that portion of the examiner’s action pertaining to ob-
jections on formal mafters may be reviewed by peti-
tion to the Commissioner of Patents and Trademarks
(see § 1002) and that portion of the examiner’s action
pertaining to the rejection of claims on the merits,
may be reviewed by appeal to the Board of Appeals
(see § 1201). The distinction is set forth in 37 CFR
1.181 and 1.191. In citing decisions as authority for his
actions, the examiner should cite the decision in the
raanner set forth in § 707.06.

Publications Available from Superintendent of
Documents

Orders should be addressed and remittances made payable to Su-
perintendent of Documents, U.S. Government Printing Office,
Washington D.C. 20402.

Patemt Official Gazette. The official journal of the Patent end
Trademark Office relating to patents. Issued each Tuesday, simulta.
neously with the weekly issuance of pateats, it contains a selected
figure of the drawings and a cleim of each paient granted, indexes
of patents, list of patents available for license or sale, and general
information such as orders, notices, changes in rules, and changes in
classification.

Annual Indexes. An index of the patents issued each year is pub-
tished in two volumes, one an alphabetical index of patentezs and
the other an index by subject matter of inventions. The two paris
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Pasents and Inventions—An Information Aid 10 Inventors. The pur-
pose of this publication is to aid inventors in deciding whether to
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 Pablications Avallsble From the Patent sud Trademark

Offfice

Orders should be addressed to Pateut and Tredemark Office, Wash-
iagion, D.C. 2023). Remitismces chould be mede paysble to
Commissioner of Pateats end Trademarks. Postage stamps, Su-
perintendent of Documents coupons or other Government cou-
pons are not accepteble in payment of Patent and Trademark
Office fees.

@ & A About Patents. Brief, non-technical answers to questions
most frequently asked ebout patents.

Q & A About Plant Patents. Ssme 83 gbove for plant patents.

Pgtents. Copies of the specification and drawings of all patents
are available st one dollar each. When ordering, identify the patent
by the patent number, or give full name of the inventor and ap-
prorimate date of issvance of the patent.

Cl&cqﬁcatmubeﬁmmConmthechmmmcluuﬁcahonof
petents as well as definitions of mew and revised classes and sub-
classes. Price is based upon size of publication.

Weekly Class Sheets. Lists showing classification of each patent in
zbemeklymofthehmmadcmtte.






