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§ 2300.01 Inh'oducﬁon [R-2]
‘Title H of the Patent Law Amendments Act of
1984 (Public Law 98-622) combined the Patent and
TrademarkOfﬁceBoardoprpealsandBoardof
Patent Interferences into 3 new board, the Board of
Patent Appeals and Interferences (Board), and amend-
ed 35 U.S.C. 135(a) to provide that in an interference
thejurwd:cuonofthenemerdwou!dextendmt
only to priority of invention, but also to questions of
patentability. These provisions took effect on Febru-
ary 8, 1985. On the next working day, February 11,
1988, the former interference rules, 37 CFR 1.201 to
1.288, were replaced with a new set of rules, 37 CFR
1.601 to 1.688. With a few exceptions, the new rules
apply to all interferences declared on or after the date
of - their adoption; interferences declared. pmr to that
date will - continue tobegovemedby old rules
covered in Chapter 1100. :
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~ (in which case a reversal ‘of

January 29, 1985 (1050 O.G. 385), included
thetextof.therulec,butalwadhcuﬂgiou

under the new rules
this notice closely, e S
Attention is aiso directed to the correction potice
published in the Federal Register on May 31, 1985 (50
F.R. 23122) and in the Official Gazetie on October
22, 1985 (1059 O.G. 27). e
It is believed that the statutory changes, and the
new rules, will result in a more rapid ‘determinstion of
the rights of the parties, and avoid the | engthy pro-
ceedings which have.characterized some intexferences
in the past. Since the Board has: been: given: jurisdic-
tion to decide patentability, it will no longer be Beces-
sary to decide whether or not an ancillary to
priotity”;; the Board: can now
issues in the interference, . if..p

questions ex parte

ference and pursuing patentabilif .
erence). Each

‘would require reinstatement of the erence). Each
interference under the new rules.is assigned fo an €x-
aminer-in-chief; who-is-éxpectéd to' exercise such con-
trol over the interference that it will ‘fict' normally be
ing before the Board ‘more than twi
CFR 1.610). 37 CFR 1.616.provides. that appropriate
sanctions may be imposed by .an . examiner-in-Chief
against a party who fails: to- comply with ' the interfer-
ence rules or an order of the examiner:in-chief or
Board. The ultimate sanction. ' of ‘adverse judg
ment against the party, may be imposed by the
- im an extreme case. T R "
The interference practice is based on 35US8.C. 135,

as amended' by P.L.:98-622 .

35 US.C. 135. Interferences. (s) Whenever an application is made

Board

for & patent which, in the opinion of the Commissioner, would

interfere with sny pending application, or with “any ‘umespired
patent, an interference may be declared;and the Commissioner shall
give notice of such declaration & the applicants, or spplicant and
patentee, as the case ‘fasy be. The Board of Patent Appesls. and

jons of priority of. the inventions
end ‘may determine_questions of patentability. Any final decigion, if

adverse to the claim of gn applicant, shall constitute the final refus-

al by the Patent and Trademark Office of the claims involved, amd
the Commissioner may issue’s patent to' the applicant who'is ad-
W:ih’efpﬁdr'invm;wlmﬂsjndgmem?advem to & pateniee
$rom ‘which no_appeal or other review has been or can be tsken or
haed shall - constitute . cancellation of the clsims involved in. the
1,.and notice.of such cancellation shall be endotsed on copies
of the patent distributed after such cancellation by the Patent snd
Tnde‘m’r'l&"Ofﬂcc.' PR S N PP S

(6) A claim which is the same 83, Of for the same or substantielly
tbeumembjectmmer.u.achimofaniuwdpncntmayumbe
made in any application unless such & claim is made prior o one
year from the date on which the patent was granted. .'

(c) Any agreement of understanding between parties (o &n inier-
ference, including eny collateral agreements referred to thereia,
mdc%nconmcﬁonwithorinconmnphﬁonofthetemﬁaaﬁonof
the interference, shall be in writing and 8 true copy thereof filed im

- CGoverament
lMdpodemFMwﬁkt&empyol‘m
unenforcesble

LBSOCERVEY  O0LS wadgedl)
st snd Trademark Office belore termination of the ia-
- ummmmmwam

wii

agreement ammusﬁy}wmmrwm
gubseguenily Mmmyw-

‘period 0 the termination of the ia-
!zrmuwmthepuﬁumthemeemeanrmdemnd-
ing. T LR
The Cosmmissioner shall give aotice t0 the parties or their ator-
neys of record, a reasonsble time prior to’said termingtion’ of the
notice st a Ter tiine, irrespective of the right to file such agree-
goodcme,thepcmesmyﬁlcmchw -or uaderstanding

Any discretionsry sction of the Commissioner under this subsec-

gecton' 10 of the Administrative Pro-

interference proceedings (o
tween two oOr more applicants for patent or ome C
more applicants and one Or more: patentees .is:the first
inventor of a ‘patentable invention. Prior to: February
11, 1985, the deterimination was made by a Board of

" The Patent and Trad

Patent Interferences. The Patent Law ‘Amendiments
Act of 1984, Public Law .98-622, §§201-202 com-
bined the Board of Appeals and the Board of Patent
Interferences into a single Board of Patent Appeals
and Interferences (Board) and suthorized the ‘Boatd
to consider priority and patentability in interference
cases oo R PR

In view of the discretion given the Board -under 35
U.S.C. 135(a), as amended by Public Law °98-662
(“The Board . . . . may determine questions of pat-
entability . . . ") the rules set forth in this-chapter
will apply to all interferences declared on' or after
February 11, 1985, except in special circumstances,
such as: (1) interferences which are declared as a
result of a motion made in another interference which
was pending - before the Board before February 11,
1985, (e.g., an interference declared as a result of a
motion under 37 CFR 1.231 to declare an additional
interference); (2) an interference related to another in-
terferenice declared prior to February 11, 1985 (e.g.
an interference involving a method of using a com-
pound where an interference involving the same par-
ties and the compound was declared prior, to Febru-
ary 11, 1985); and (3) an interference reinstituted sfter
having been dissolved under-the old rules-(37 CFR
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w moM W(z«mfu wmmm ‘wler
‘been distolved ‘aa d tevult of & motion under 37

CFR123lvaeonﬂwgronmw
ity where:the applicant bus obtsined allowance of the
tlaime: held unpatenisble in the decision on’sitotions).
memmmmwmmmumum
mmm Wil ‘,

=" meruksmdmovméofﬂmahw
the PTOseeheomprovemdermeprmdmw
thattherigmsofpurtmmmmfaemmdem
mined at an early date and the overall process of ex-
amhmgpmﬂuqmﬁaﬁmuwahqumchwﬂwﬂul
interferences is simplified
Thenewruksmtmmferencamsetforthbam
m!ﬁ!ﬁOlﬂnmmhltms'ﬂm:umrnmstqmweem
tudyﬂw;mamnuIMmmnawenw5(37CFR.lﬂn
through 1.288). A “six hundred”: number series is used
for the new riles.’ The use of a six:hundred number
muwsﬂxlhenmw:uksvwﬂpmnnt-umwunlmmvdk
usls “to - research’ ‘published: decisions: (e.g.,: F.2d,
USPQ)orcmmmnuuwdkmmlnauudlarwmx(ég,
IlﬂﬂShmmgﬁwanan‘“' : :

1.205@) . - ) . . L606
1.205(b) . . 1.607(2), (c)
1.205(c) o L60Nd)
new - : . 1.608 (2)
1.206(a) 1.607(%)
1.207(a) 1.609

pew o 1.610
1.207(6) 1.611-

1.208 1.613(b)
1.211 1.614

1.212 . 1.615

Bew. 1.616

1.228 1.617

new 1.618
1.215(s) 1.621(a)
1.215(b) 1.621(b)
1.215(c) 1.62%(c)
1.216{(s) 1.622(z), (b)
1.216{a) (1}-(6) 1.623(a)
1.216(b) 1.623(c), 1.624(c) 1.625(c)
1.216{c) 1.666

g o<t A0 1R IAR

 Former Rule

£.217(a)
1.217()
£.218

1.219

1.222

1.223

1.224 .
1228
1226
1127
oEw

£.231

1.237 -

1.238

§.242

1243

1.244 .
1.245“ )
1246
l u1‘ R [

1251 "
1252' 7
BIEF . o B T
1-254 ERNEE NN S S H
1.255
1.256

1:357(a) ~

1257(5)

1.258-

125 o
1263

1.264
1.265 -
1.266
1.267
1.268 -

1.271
new
1.27%s)
1.272(b)
1.2792(c)
1.273(2)

nEw X
1273(0)
1.274
1275
1276

1.277
1278

1279

1.281

1.282

1.283

1.285

1.286
1.287(a)(1)G), (i)
1.287(a)(1)(iii)
1.287(s)2), 3)

1.28%®)
1.287(c)

2300-3

1647

 Revised Rule

1.624(a), 1.625(a)
1.623(a)
1.621(s)

1638,  1.636, 1.637(b) 1.638

- through 1.640 -

16“
1645
=i '!6(6

1.671{H)
1.671(g)
1.672(s), ()
L672(d)
L672(e) (0
1.673(), (¢), @),

1.673(e)
1.673(0)
1.674
1.675
1.676 -

1.677
1.678

- 1.679

1.645(a)

1.662
1.683
1.683
eliminated
1.673(b)
1.673{a)
eliminated

1.687(b)
1.687(c)




amm«mwmm
. Former Rule s Revised Rule
12871y i 1.673(c) mae
1.287(dX2) 1.616
1.287(e) o 1.687(d)
1.288 - 1.688

2300.02 . Outline ol Ilterferenee Procedure [R-Z]

The following stamement appears in 2 “sectton-by-
section” analysis submitted for the Record by Repre-
sentative Kastenmeier during discussion of H.R. 6286
(Pub. L. 98-622) on the floor of the House (130 Cong
Rec. H10528, columns 2 and 3):

By (81 expected that interferences will become
sunpler, more: expedmous, and less costly. Under
the bill, all issues ‘of patentability and pnonty
which arise m,_ interference can be decided in'a
single proceeding rather than in a series of cam
plicated inter parres and ex parte proceedings.’*:

Under the rev:sed' riles, mterferenees are dectded

(1) priority of mvelmm, {2) patentabllnty of any claim
corresponding to a ed’u‘nt both as to applicants ‘and
patentees, (3) any'is of interference-in-fact as’ to
any count, and (4) any. other issue necessary . to re-
solve the interference.. The rules permit an interfer-
ence to be declared oni the basis of a single count’de-
fining one patentable invention in interferences ‘in-
volving patents as. well as applications. The Board
also has jurisdiction:to determine whether counts are
patentably distinct. .

When an interference is declared, an emmmer-m-
chief is assigned to handle the interlocutory stages of
the interference. An ‘éxaminer having full signatory
authority determines. when one or more applications
Or one or more apphcatlons and a patent claim the
same patentable invention. When the examiner makes
such determination, the examiner will forward any in-
volved applications or: patents to the Board. The ex-
aminer will designate, ‘at the time the involved appli-
cations or patents are sent to the Board, the claims of
any application and.patent which correspond to each
count. The examiner-in-chief can subsequently desig-
nate additional claims to correspond to a count. The
examiner-in-chief assigned to handle the interference
will issue a notice to the parties declaring the interfer-
ence.

The object of the lnterference will be to resolve all
controversies as to all interfering subject matter de-
fined by one or more counts. A final decision in the
interference will determine who, if anyone, is entitled
to claims which correspond to a count. Any decision
adverse to an applicant by the Board will constitute a
final refusal by the PTO to that applicant of the
claims involved. Any decision adverse to a patentee
constitutes cancellation from the patent of the claims

involved.

MANUAL OF PAMW PROCBDURE ‘

,mvmw mmam any) issue. hm

the. exsminer end wonld govern fnmws p
mahmm.m pOvg i a0 owloesdy g TR R ‘a
o:The -desigastion. of :a - single: examiner-in E ]
hmthemmiocmmylp memmwﬂl
peemit:-better mansgement of; and control .over,inter:

fereneepmeeedmgs.'l‘hemlaprowdethmﬁmbe-
set:-and the examiner-in-chief, exercise control over
proceedings in.the interference such that- pendency of
the interference. before: the Boerd from declaration to
final. decision. will, not .normelly. exceed 24 months
The examiner-in-chief should be familiar with the his-
tory of the interference and.will. be. sccessible to
counsel for the parties.; For example, an examiner-in-
chief, where appropriate; may;conduct telephone con-
ference:calls to obtain agreement. of the parties on: the
setting of schedules., The rules.also permit-the examin-
er-in-chief to hold hearings in the PTO or.by confer-
ence:telephone; call.in order to expedite or-settle inter-
locutory- issues in interferences,-Any.hearing . can be
transcnbed by & court; -, under: such conditions
as an examiner-in-chief or.the Board; deems-appropri-
ate, The examiner-in-chief;; where appropriate; will be
availsble: by :phone:to ruleson the admissibility- of-evi-
dence in the:event, parties encounter-unusual, problems
during the taking of depositions. . JThe. -examinersin.
chief will also be available to rule on requests for pro-
duction of documents  which take place during cross-
examination. Oral orders given by phone will be fol-
lowed by written orders.

At the time an interference is declared ‘the examin-
er-in-chief will set'a”time for filing preliminary mo-
tions. The prehmmary ‘motions can include: 7

(1) A motion foi;Judgment on the ground that a
claim corresponding to the count is not patentable to
an opponent un under 35 U.S.C. §§ 102, 103, 112, or any
other provision of law. '

(2) A motion for judgment on the ground that
there is no interference-in-fact between the clanms of
the opponents in the interference.

(3) A motion to-add or to substitute new counts,
to amend a claim corresponding to a count, to'desig-
nate an application or patent claim to correspond to a
count, to designate an application or patent claim as
not corresponding to 8 count, or to require an appli-
cant to present a clalm to be designated to correspond
to a count.

(4) A motion to substntute another apphcatlon for
the application involved in the interference or to add
an application for reissue to the interference.

(5) A motion to declare another interference.

(6) A motion to be accorded the benefit of an
earlier application or to attack the benefit of an earlier
application which has been accorded to an opponent.

Other motions are permitted as necessary, such as a
motion to amend the count and/or a claim corre-
sponding to the count in response to a preliminary
motion for judgment.

Oppositions to motions are permitted if filed within
a time set by the examiner-in-chief. Replies are also
authorized. Papers which are not authorized by the
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tarneld vallled)an o oy essnseier a ip sl
A preﬁmiauysmmwu M pmrmcm

wum&wwﬁh thc pmlmmy mmm ouﬂined
.iMotions will. be, decnded by mfﬂmncr-;nﬁc

who, may; consult. with, ane €50 ; md

mmmmy wluch heye.not. peeviously been dec

by .the .examiner., The ner-in-chief-may grant a

mot:on, deny a mouon, defer consideration ; on , the

g ju "perod 1 set '
the partxes to file motions for dditicn WEFY.
The scope of ' the’ addmonal dnscovery would be‘the

Wheuatxmepenod:ssetfor ﬁlmgd:scoverymo—
tions, or afier discovery has closed, the examiner-in-
chiéf will set a 'period: for taking testimony.: Any: party
wishing to:take the testimony: ofawnnesseanelectto
have the testimony of the, wntneJSG taken by, depc itig o
or presented by affidavit. A transcript of an ex parte
de i caii ‘be ised 4s an affidavit. If ai affidavit is
pr"esented tlié opposing paity tiay theii‘cross:examine
on-oral’ deposmon Any redirect will take place ‘at the
deposmon “The:'; party calling: the' witness is: ‘Tesponsi-
ble for securing a couit reporter and filing “the tran-
scnpt and record associated with' cross-mmmanon of
its witnegs. : ;

In the event a party needs tesnmony from a tl'nrd-
party who will niot ‘appear uiiless a'subpoéna‘is issued,
including ‘a hostlle ‘witness, diréct and cross-exatiifia-
tio: ’ti’mony may’ be taken on’ oral deposxtmn “The
‘fiilés’ provxde that prior authofization of ‘a éxarinér-
in-chief is required before a party can’fake testimony
by issuance of a subpoena under 35 U.S.C: §24. The
revised rule ‘thus “adopts’ the policy 'of ‘Sheehan v.
‘Doyle; 513 F.2d 895, 898, ‘185 USPQ 489,492 (Ist
Cit.), cert. denied, 423 U.S./874 (1975),-and Shechan v.
-Doyle; $29 F.2d 38,40, 188 USPQ 545, 546 (st Cir.),
cert. denied, 429 U.S. 870 (1976), reheéaring denied, 429
U.S. 987 (1976), and rejects the policy announced in
Brown v. Braddick, 595 F.2d 961, 967, 203 USPQ 95,
101-102 (Sth Cir. 1979). Testimony obtained in: other

proceedings, €.g., ‘another interference or an infringe-
ment action, may be used if otherwise admissible.

Under the rules, the Federal Rules of Evidence are
made applicable to interferences, except for those por-
tions which relate to criminal actions, juries, and

BTN ;;EZ

other matiers not: relevant. mmimm
mw Inyebet] i.f 2ot s DO T

(1) Rele 108(eh P T ? .
! (2) Rulle: 104 (c);: (d). md (e)

1(3) ‘The' lafighage in' Rule: 105~whlch
instruct the;ury aocérdmgly” ‘ g -
)_Ruleﬁbf(g?’ PN
U(S) The lungua’ge in’ Rul 403 w‘luch reeds "or

‘,.fj.sthé‘juty e ST

mas‘w

RN

(9) Rule 412

.- {10}.] Rule 606 . L

(ll) The language “whether by an accused"' and
“other” in the last sentence of Rule 607.

(12) The provisions of the first sentence of Rule
611(c) relating to leading questions on direct examina-
tion-do not apply to- statements made in an affidavit
authorized to be filed under the rules. - . -

(13) The language “Except as otherwxse pmwded

order shall be one stnkmg the "festimony : or, ﬂ'me

court in its discretion determines that the interests of

Jjustice so require, declarmg @ mistrial” i in Rule 612.
(14) Rule 614. . vk e o b

(HRule06

(16) The language “excluding, hOwevfer; in cmin
nal “cases .matters _observed : by police  officers “and
other law enforcement personnel” and “and sgainst
the Government in criminal ¢ases” in Rule 803(8).

(17) The language “but not including, when of-
fered by the Government in a cCriminal prosecution
for purposes other than’ itnpeachment, judgments
against - persons- other than the second“ in Rule
803(22).

(18) The language “prosecutlon for homlcxde or
in " in Rule 804(b)}{2).

(19) . The language “A statement tendmg o
expose the declarant to criminal lisbility and offered
to exculpate the accused is not admissible uriless cor-
roborating circumstances cleerly indicate the trust-
worthiness of the statement” in Rule 804(b)(3).

(20) Rule 1101 (a), (b), (d)(3), and (e).

The examiner-in-chief; will set a period for filing the
record. and briefs. Oral hearings normally will be held

‘before a panel consnstmg of the examiner-in-chief as-
“signed to the interference and two other examiners-in-

chief. The panel will render a final decision in the in-
terference. Requests for reconsideration are permitted.

-In rendering its decision, the Board will consider
only that evidence which can be made . available to
the . publlc under § 1.11(a).. Accordmgly, the Board
will not consider evidence which is submitted under a
protective order issued by a court if release of that
evidence. under § 1.11(a) would be inconsistent with
the terms of the court’s order. _
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.5 L m%w%mmmmm
U.S. Court of Appeals for the Federal Clirciit or an
appropriate U.S. district court. Any reviewisg court
can review all aspects. of the decision: including pat-
entability, . priority; and . all . relevant. medocetofy
orders, such as denials ofdmvecy

Except as noted sbove, the revudfmletauapph-
cable to all. interferences declared on .or after Febru-
ary 11, 1985, Interfereucee declared priog to Februsry
11, 1985 continue to be governed by the. prioe. rules
(37 CFR §§ 1 201-1.288 (July 1, 1984)) and wm be de-
cided by f the Boerd of Patent Appeals
and Interferences. Actions previonﬂy taken by a
patent interference examiner OF examiners of mterfer-
ences will be taken by an examiner-in<chief. =~

An anticipated time schednle for & two-perty inter-
ference follows:

" Tiie from ot

1 -Eveat W cLoocevengimdie
.. " | esforence | serferene
!ntcrferencedechred(]&")
3 of, ¥ aue:neus 1

( .63 ))
I(e

oéﬁoﬁw-mm»‘ % g

TiRions

1. 5!(:), 1.687(c)).
ition o motion for dis-

w,z,s Bl s
Y ; .
“Y( 630(b))

eiet foc.
Biief ﬂo:mm panypm  (1.656).0rc
Reply bricf for junior party (1.636).

Final 634)
Decision (1.658} . s

2301.01 Preliminaries to au Interference [R-iZ]

An interference is often an expensive and time-con-
suming proceeding. Yet, it is necessary to determine
priority when two applicants, or an appbcant ‘and a
patentee, are claiming the same patentable subject
matter and their filing dates are close together that
there is a reasonable possibility that'the first to file is
not the first inventor. The fact that an application is a
reissue application does not preclude it from being in-
volved in an interference.

The greatest care must therefore be exercised both
in the search for interfering applications and in deter-
mining whether an interference should be declared.

mm ﬂ!’ PAMW mocemmn

m%mmw&ymm:m
mm.mm&mﬂw
mmmmwwmmw
&mnmmmueﬁmbywmym
mm-moﬂmm:em
necésiary e - bereinmer umed, tmt ‘cach’ W
muubewefnﬂyeonﬁdemdtfmom«mmtobe
mmnmgwhethermmtetferencemm
sary, a clsim should be given the broadést interprets-
nonwﬁchnrmomb!ywdlsupwt,bmmgmmd
thefoﬂowmggeueralpnnmples
(a)'l‘hemterpretat:onshou!dnotbesmm :
@)Expteuhmxmnommtheclmmshouldnmbe
ignored mor should Iimitations be read therein. ‘
L © Before a claim (unless itisa patented clmm) is
considered as the basis for the count of an interfer-
cwethechxmshouldbeallowablemd'mgoodform.

mgnee
mustbesnbm:uedtotheAwgnmentDwmonfma
utletepott. SR
(t)lfdoubuemtastowhethertheremanmter—

An mterference between
dnﬂ'erent groups.is declared by the group where the
controumg interfering claim. would be classuﬁed. Ap-

After. wnmmnon of the mterference, further transfer
maybenecwsarydependmgupontheoutcome ,
2301.01(b)  The Interference Senrch [R-2]

The seu'ch for mterfermg apphcatnons must not be
limited to the class or subclass in ‘which the applica-

nonmchwﬁed,butmustbeextendedtoallclasses

mmwoftheexammmggroup,whlchxthasbem
necessary -to search in the examination of the- applnca

-tion. See § 1302.08.

- Moreover, the posslbalnty of the exnstence of mter-
fermg applications should be kept in mind throughout
the prosecution; Where the examiner at any time finds
that two or more applications are. claiming the same

“invention and the examiner does not deem it expedi-

ent to institute interference proceedings -at that time,
the examiner should make a record of the possuble in-
terference as on the face of the file wrapper in the
space reserved for class and subclass designation.
Such notations, however, if made on. the file wrapper
or drawings, must not be such as to give any hint to
the applicants, who may inspect .their own applica-
tions at any time, of the date or identity of a. sup-
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iner-in-chief may, however, be consulted for advice.

'Ihegroupdnrectorshouldbeoonsultednfxtube—
lieved ‘that the circumstances justify an interference
betweeti appliationa neither of which is ready for al-
lowancc

230102 Definitions [R-2]

37CFleISmafquWmmsnbp¢ngovemthe
procedure in petent interferences in ‘the Patent aad -Trademerk
Olﬁoe.mmptrt:hnllbeeomuuedtosecmthejmt,speedy.
and inéxpemsive detérmisistion of evéfy interference, For the méan-
msoftermsmtheFederannleowadencesapphedmmterfer-
euees.ieeﬂG?l(c}Unlusothawuccwﬁm&ecomext,the
ving delinflions spply o this sebpart: & s
“(a) * Addﬂionddheovery"nd:mverytowm:pnnymybe
mﬁ&dfm!lm&mmmdumywwmmems
mmnlmfofngbtmdetﬂﬁma)md(b).
Y ¢ Aﬁd@vﬁ”mdﬁdavn,decmuonuderﬂﬁs,orm
tory déclatadon tnder 28 U.S.C. §1746. Amofmexm
depocmonmybewdumaﬂidavn.
z (c)“Md”mmtheBoudofPamAppukmdlnmfer-

ences:
(d)“Cue-m-chxd”meumthnpoﬂmnofnmy’swewhetethe

party has the burdes of going forward with evidence. . -

. means pqrmofaparty‘scasewhere

(e) “Case-in-rebu
tbe pcrtypreuentsewdcnce lp 2 Wto the cese-m-c!nef of an-
‘other pariy.

A “com”deﬁnathcmtertenng mbpctmmbetm(l)
two or. more spplications .or.(2) cae of more applications and cae
Of mote . Whenthe:esmouthanoneooum,eachcomt
shnlldeﬁnensepamtepnwntablemvenuon Anychnnofnnapph
auonorpueutwmchoorrespondstoacmmtuachmmvolved
in the interference within the mesning of 35 US.C. §135(). A
claitn of a patent or application which is ideatical to 2 count is said
to “correspond exactly” to.the count. A claim of a patent or appli-
unonwhlchtsnotldeuucdtoacount.bmwmchdeﬁnutheme
patenublemvenﬁonumecouat.uuidto “correspond substantial-
Ty* 10 the cosnt! When & count is'broadet in scope then all claima
‘wlncheonupoadwthecnunt.theeoumma“phnmmn&”A
phantom count is Bot patentable to eny party. ..

(2). The eﬁecﬁveﬁlmgdate”ofmapphuuonorapatemuthe
ﬁlm ‘date of an earlier hclt!onaccotdedtotheapphcauonor
patenttmderSSUSC 5{119, 120, or'368.

(h)lntbecueofmapplum“ﬁhngdme“mumtheﬁlmg
datemgnedtothc:ppl:cwon.[nthemeofamt,“ﬁhng
dm”mmtheﬁlmgdm:wmdtotheapphcntmwhwhmued
as the patént. |

(')An“mtetference uaproceedmgmtutedmthehtentmd
Trademark ‘Office before the Board to determine amy question of
patmuhhtymdpnmnyofmvcmlonbetwemtwoormorepamu
ctmnahenmepamub!emvenuon.mmeﬁmmybede-
clared between two or more pending applications naming different
mventorswhen,mdxeopmonofmemm.dleapplmnomm
tain claims for the same patenitsble invention. An interference may
hedeclmedbetweenomormorependmgtpphcuwnsmdoneor
more unexpired patents seming different inventors when, in the
opmlon of &n examiner, any applzcauon and any unexpired patent
contain claims form“nmepatenuble invention.

(i) An “interference-in-fact” exists when at least one claim of a
party which cosresponds to & count and at least one claim of an

123

moabebdfofamymdkthcmmmyorwwmmm
WMWNMWMMMMm

?" (l u,Wmmnvolvednthe-

or{d)a hﬁwmweormmiaaeedmwpk

cent or petentée involved i ea interférence. Where scts 'of & pasty

are notmally performed by an aitoriey or agest, “padty™ way be

construed to mesn the sitoraey or agent. An“mvemet"uthew-

vidusl named as inveator ia an application involved in sa interfer-

emmmewvmdmduhvmhnmwmgm
interference. -

(m) A “genior party” sthepuﬂywnthwhm:ffecuveﬁhns
date a3 to &fl counts or, if there is no party with the earliest effec-
uveﬂﬁngdmeestoaﬂmnts,ﬂwmnymth&emmﬁhng
date. A “junior perty”™ is any other perty. i

(n) Invention “A" is the “same patentable invention™ asanmveu~

“B"whenmvumon“A"isthesamcasGSUSC.!loz)ons
obvious (35 U.S.C. §103) in view of invention “B” assuming inven-
tion “B” is prior art wnh respect to invention “A”. Investicn “A”
isa "sepuate bié invention” With respect to invention “B”
when mvenuon “A"isnew(35 UsC §loz)andncm)b‘nous(3$

Under §1.601, the rules shall be construed:to
secure the: just,: speedy, and .inexpensive determination
of : interferences. :Section. 1.601 defines various: terms
used, in Subpart.E of the Rules of Practice: mcludmg_

“additional . discovery,” . “affidavit,” “case-in-chief;”

“case-in-rebuttal,”. “eount,” weffective filing date,”
“filing . date,” . “interference,” “interference-in-fact,”
“Jumor :party,”: “lead” - attorney, ‘‘party,” “phantom
count,”. “seme patentable,mventxon,” “separate patent-
able invention,”“senior. party,” “swora,” and “United
States.” “Affidavits” include  declarations under 35
U.S.C. §25 amd 37 CFR § 1.68 as well as statutory
declarations. .undet 28 U.S.C. §1746. The. definition
“United States™ is the same as the definition of United
Statesm35USC § 100(c). :

The definition of “interference” permlts an mterfer-
ence between one or more applications and one or
more . patents. Thus, the revised rules - follow  the
policy of Wilson v. Yakel, 1876 C.D, 245 (Comm'r.
Pat. :1876)- and, to the extent inconsistent therewith,
do not follow the policy announced in Touval v. New-
combe, 194 USPQ 509 (Comm’sr. Pat. 1976). Howev-
er, in view of the statutory requirement for the pres-
ence of at least one application in an interference, if
an applicant were to concede priority or otherwise be
terminated from an interference involving only one
application and more than one patent, the interference
would have to be terminated for lack of subject
matter jurisdiction unless one or more of the patentees
filed an application for reissue which could be added
to the interference under § 1.633(h).

A “count” defines interfering subject matter. An in-
terference may have two counts only if the secoad
count defines a “separate patentable invention” from
the first count. The reason the second -count must
define a separate patentable invention is to permit the
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V mu.m(n)
" Inveation: (A) is a ‘separate pawmbic
with rup(;ct to invention (B) when m (A)

. ig"new” (3 USC,;!!O?) and wiots (35
_U.S.C. $103) in view of invention (B)[ _ f
- invention. (B) a pnor art with tapoet io, aven-
tion(A).
§ 2302 Owur&ip of Appliaﬂom and Pmm
Involved in sn Interfereace [R-2}

37CFR 1.602 lmhappﬂcﬂbmandnmmhu
imserference, (¢) Unless good ceuse iz shown, an interference shall
not be declsred of continued between (1) spplications owned by a
Weputyor(z)apphcmommdlnunexpmdpumowmdby:

single party.
(b)Themmes.wnhmZOdlysmerenmterferewendechred,

shﬂnoﬁfythedeofanyandlllnght.tiﬂe,mdmmmy
application or patent involved or relied upon in the mmserference
ubathungbt,nde.mdmterestuutfoﬂhmthemdechr—
(c)lfnchmgeofmynght.t:‘ ' ' y 8] |
or patent mvolved of tehed u

’».6(72(3) eontinues the prevnom PTO prsc-

(37 CFR §1:201(c)) of not declaring or ‘continu-
mganmtetfemcebetween(l)twoorm«eapphaa
tionis owried by the same’party: or (2) an spplication
mdapatentownedbyasmglepartymlensgood
cause is shown. A'corporation ‘and-its wholly-owned
mbmdmy are considéreéd &’ “smgle party ‘withia'the
mesaning of §1.602(a). Under" prior’; rules, whena
patént and-an application involved in an interference
became commonly owned; the interference was ot
“dissolved.” Rather, the PTO’ reqmred ‘thet the inter-
ference ‘be ‘terminated with a judgment. Chillas v.
Weisberg, 1928 C.D. 24 (Comm'r. Pat. 1928); Malone
v. Toth, 202 USPQ 397 (Comm’r. Pat. 1978); and
Morehouse v. Armbruster, 209 USPQ 514 (Comm'r.
Pat. 1980). Undér the revised rules, all interferences,
including those’ involving only applications, will be
terminated ‘with- a judgment. As noted -in Chillas v.
Weisberg, supra at 25 “the common owner can allow a
judgment against the junior party to: be rendered by
default or it can file a concession of priority from one
perty to the other.” Paragraphs (b) and (c) of § 1.602
continue - the prevxous PTO practice (37 CFR
§ 1.201(c)) of reqmnng a party to notify the PTO of
any real party in interest not apparent on the face of
the notice declaring the interference (see § 1.611) or
of any change in the real party in interest after the in-
terference is declared. The PTO needs to know the
identity of eny real party in interest to properly en-
force § 1.602(a) and to enable an examiner-in-chief to
determine whether refusal is necessary or appropriate.
A new requn'ement in paragraph (b) and (c), of
§1.602, not present in 37 CFR § 1.201(c), is a 20-day
time period for advising the PTO of the identity of,
or any change in, the real party in interest.

N 3 i IR n !T I lby
rejectioniuetforthinimm
Il.Wheremmterfereneewnthathxrdpeﬂyu
found to exist, the commonly-owned . application
havmgtheenrhwteﬂ'ecuveﬁlmgdatewillbepheed

P
i ;

CFR 1.63%d) to- substinute. the other communly-
owned application, if desired. -

§ ,zaqs  Tnterference nemu; Appuuﬁou [n-z]

ummmmmmwmmmm
Each count shell defing o separate patentable invention. Bacl appli-
ummm,abemdedwmuhmouedmn
which  corvesponds: 00 eack icount. Al claims .in, the -applications
whwhdcﬁnethemepuenublemveuuonuaemmuhﬂlbedu-
mmdmmmmdwdwm ;

_ Where two ¥ “mofre apphcaums FE

put in mterference, dependent on the status of the re-
spective- and the difference between their
filing dates. One of the applications should be in con-
dmons for allowance. Unusual circumstances may jus-
tify an exceptlon to this if the approval of the group
director is obtained.
- Interferences will not be: declared between pendmg
applications if there is a difference of more than 3
months in the effective filing dates of the oldest and
next oldest applications, in the case of inventions of a
slmpleclmracter -or a difference of more than: 6
months in the effective filing dates of the applications
in other cases, except in exception situations, as deter-
mmed and approved by the group director. One such
xceptional situation would be where one. apphcanon
has the earliest effective filing date based on foreign
priority and the other application’ has the earliest ef-
fective. Uaited States filing date. If an interference is
declared, all applications having the same interfering
subject matter should be included..

Before taking any steps lIooking to the formation of
an interference, it is essential that the examiner make
certain that each of the prospective parties is claiming
the same patentable invention (as defined in 37 CFR
1.601(n)) and that at least one claim of each party cor-
responds to each count of the interference and is
clearly readable upon the disclosure of that party and
allowable in its application.
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‘88 expresse inthesummnryafmeinvm-
uono:ehewberemmedhchsmormﬂwcwmu
an esgentggl in every instance.

“When the subject matter found to be allowable in
one ‘spplicstion is disclosed and clsimed in another
application, but the claims therein to such subject
matter are either nonelected or subject to election, the
question of interference should be considered. The re-
quirément of 37 CFR 1.601() that the conflicting ap-
plications shall contain claims for the same patentable
invention should be interpreted as meaning: generally
that the conmctmg claimed subject matter. is suffi-
ciently supported in each application and is patentable
to each applicant over the pnor art. The statutory re-
quirement of first inventorship is of transcendent im-
poriance and every effort should be made to avoid
thempmvsdatmmncecfapnmtwhenthmmm
adverse claimant. ¢ drre

-Following are. illustrative, suuanons whg-.re the ex-
ammer should take actmn eoward mstxtuung mterfer-

A Apphcetnon ﬁled thh clmms to dlvmble in-
ventlons I and II. Before' action’ reqmrmg restriction’ is
made, examiner discovers another case. havmg al-
lowed claims to invention I.

‘The situstion is not altéred’ by the fact that a re-
quirement for restriction had actually béen made but
had not been responded to. Nor is the sitvation mate-
sially different if an election of noninterfering subject
matter liad been made without traverse but.no action
glven on the merits of the elected invention. =~ -

'B. Application filed with claims to divisible in-
ventions T and 1T and in response to a requirement for
restriction, applicant traverses the same and elects in-
vention §. Examiner gives an action on the merits of L.
Examiner subsequently finds an spplication to another
containing allowed claims to invention. II and which
is ready for issue.

The situation is not altered by the fact that the elec-
tion is made without traverse and the nonelected
claims possibly cancelled. -

C. Appllcatlon filed with generic claims and
claimed species &, b, c, d, and e. Generic claims re-
jected and election of a single species required. Appli-
cant elects species a, but continues to urge allowabil-
ity of generic claims. Examiner finds another applica-
tion claiming species b which is ready for issue.

The allowability of generic claims in the first case
is not a condition precedent to setting up interference.

D. Application filed with generic claims and
claims to five species and other species disclosed but
not specifically cleimed. Examiner finds another appli-
cation the disclosure and claims of which are restrict-

] u;eto
be distingui fmmnmmwbmadmm-
mhcmmmmmmmbmmdym
closed in another application without evidence. of an
intent to claim the same. The question of interference
should not be considered in the latter instance. How-
ever,lf'theapphwmdncloungbutmtchmmgtbe
invention is senior, and the junior application is ready
formuc.themattershouldbedmcmdwuhthe
gmupdlrectortodetcrmmthcwuon&obetakcn

52304 Applicant Re
‘ Applications [R-z '

37 CFR 1604 Reqwﬁrmd&mbemapphmwm Ng
applicant. () An spplicant msy seek fo have &n interfere
chredwkbmapphauonm‘motherby(l)mwnttpmposed
eommdpfuentingadmmupondmg the propossd count;
a)%mm mothuappmm?.helfhown.;aehmmm

W/ 10 proposedcomt.(ads
exphnnngwhyanmtzrferenoeshouidhe lared, ()
(b)Whenmapphcantpmenua 8
deﬁnetheumeptmtablemvmuon‘ in #pplica-
tinad of dnother, the spplicést shall udenﬁfyﬂm pendug-pﬁhmm,
mhn&echmummdmmtoawwmeex-

37 CFR 1.605 Suggmuon qf claim to applwam by examirier. (a)
T!wenmmermaymgestthﬂanapphcantpteuntadmmm
amlumfmthepnrpcwofnmmfmmbamthuapplm
tion or & patent. The applicant to whom the claim is suggested shall
amend the application by presenting the suggested claim ‘within &

time specified by the enaminer, not less than one month. Failure or
refusal of an applicant to timely present the muggested clsim shall
beukenwithontﬁmhermuaduchmerbytheappkcmtof
the invention defined by the. suggested claim. At the time the sug-
gatedchmupresented.theapplmtmnyaho(l)mnmeemn
iner’s attention to other chims already in the application or which
mpmentedw:thtlnwgg&edclmm:nd(!)exphmwhythe
otherclumswouldbemonappmpmtetobemcludedmmymm—
ference which may be declared..
(b)’l'hesuggumofachmbytheenmmcrforthepurposeof
sn interference will not stay the period for response. to any out-
standing Office action. When a suggested claim is imely presented,
expartepmceedmgsmtbeapphcahonwillbemyaipendmgade-
terminstion of whether an interference will be declared.

Although the subject of suggesting claims is treated
in detail at this point in the discussion of a prospec-
tive interference between apphcatlons, essentially the
same practice here outlined is also applicable to a pro-
spective interference with a patent.

If the applications contain claims covermg the
entire interfering subject matter the examiner pro-
ceeds under 37 CFR 1.609 to form the interference;
otherwise, proper claims must be suggested to some
or all of the parties.
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§ 1:605(s), Whien #n'e sty o clim, thi
ficant wi required 16 copy verbitin the Sugge
however, the applicant tiay "al“s,oe'sft(eld)’*éin’ ihe ‘F;,V°.P hw,;,,.d_;
er's attention' to ‘other “ claims  already ‘inn- the spplics-
tion or' which are presented with the copied claim and
(2) ‘explain why the othér claims would be more re ap-
sropriste to be inicluded in any interférence which
miay be declared. ealbuies fleninths , ,
It should be noted at this point that if an applicant
presénts’ a’claim” which corresponds exactly or ‘ub-
stantislly to.a claim.in another application or patent

without suggestion by the examiner, 37. CFR. 1,604(b)

and 1.607(c) req ire him or her to ide
. L. n of what claim
~ and failure to suggest such claims as' will-define: clear-
Iy thematterumeleudsto to pro-
- Jongation of the confest.
.. Before deciding what claim

syl

0.8t 1o
an.applicant, . the - examiner - should decide . what. the
courit or counts of the prospective interference will
be; keeping in mind that the count must b patentable
over the prior art and define the parties’ commion in-
vention (see §2309 regarding the form ; ‘
coutits). ‘The' cliim’ suggested ‘to “the ‘applicant’ need
not be identical to the prospective count,: but rather
should be the broadest claim within the scope of the
prospective count. which the applicant’s disclosure
will support, and which is otherwise patentable to the

A response to the examiner’s suggestion of a claim
is not complete unless it includes an amendment
adding the exact claim suggested to the application.
Even though the applicant may consider the suggest-
ed clsim unpatentable, too narrow, or otherwise un-
suitable, it must be presented; otherwise, the invention
defined by the suggested claim is considered to be dis-
claimed. The applicant must make known. any such
objections to the examiner, and may at the same time
present other claims, or call the examiner’s attention
to other claims already in the application, and explain
why those claims would be more appropriately in-
cluded in the interference. ‘

If, in copying a suggested claim, an error is intro-
duced by the applicant, the examiner should correct
the applicant’s claim to correspond to the suggested
claim.

Notification of the fact that the parties have the
same attorney should be given to both parties at the
time claims are suggested event though claims are
suggested to only one party. See also § 2313.01. Nota-
tion of the to whom this letter is mailed

should be made on all copies.

' Commissioner is niot called to
the fact that two conflicting partics have the same af-
torney until an sctual interference is set up and then it
is dooe by notifying the eXaminer-in-chief as explained
in§230801. T
" Form Paragraphs 11.04 and 11.05 may be used to
suggest claims for purposes of intetference to appli-

ms beproponednnderﬂCFRl.GOS(a). ‘

ﬂ A ,-_, l c ,.\“

WITHIN ONE . MONTH ~FROM. THE' DATE:'OF " THIS
LETTER. FAILURE TO DO SO WILL BE CONSIDERED. A
CLAIM UNDER THE PROVISIONS OF 37.CFR 1.605(s). THE
TIME PERIOD. - V0 I
Clsim (2] considered unpatentable over the sbove suggested claim.

9. Ifs Bricket 2, Hist gl claims peniding in the epplication’ mot
considered to be patentably distinct from the suggested claim.

3. Only one claim should be suggested, unless claims to & sep-

 arate patentably distinct invention are present. 37 CFR 1.601(m).
To suggest an additionsl ¢laim to 8 separate distinct invention,
form paragraph 11.05 should follow this paragraph. =~~~

4. If the Office sction addresses other issugs, such s a rejec-

tion of other: claims, paragraph 11.06 should be included at the
Form Parsigraph 1195 o o
SUGGESTION OF ADDITIONAL CLAIM FOR A DISTINCT
INVENTION C I
The following claim is considered allowable and directed to 8 sepa-
rate patentable invention from the claim'suggested above:

(1 o o o
The sdditionslly suggested cluim must be copied exactly, although
other claims may be proposed under 37 CFR 1.605(n).
APPLICANT MUST ALSO MAKE THIS ADDITIONALLY
SUGGESTED CLAIM WITHIN ONE MONTH FROM THE
DATE OF THIS LETTER. FAILURE TO DO SO WILL BE
CONSIDERED A DISCLAIMER OF THE SUBJECT OF THIS
CLAIM UNDER THE PROVISIONS OF 37 CFR 1.605(z). THE
PROVISIONS OF 37 CFR 1.136(s) DO NOT APFLY TO THIS
TIME PERIOD. :

Claim [2) considered unpatentable over this additionally suggested
claim.
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Bnmll.ﬂ eE
suﬁomouopcmms-mosecuﬂoﬂ suspennan
Apﬂmntnedwrupmdwlhermgmmwumﬂ'
& suggested clgim is copled for the purpose of un isterfereace
withis the time limit specified ebove. 37CFR!60$(b). :

Examiver Note:

ThummblhouldbeuedntheeudofmyOMceacuon
where claims are suggested esing ecither 11.04 or 11.08
. and where sdditiodal issues (e.g., & rejection of other clainw) are
addressed in the activn: Umtmubempendedshculdapplmt
copy the suggened claim.
2305.01  Action To Be Made at ‘l'ime ofSuggect
ing Claims [R-2) ‘

At the same time that the clalms are sugg&sted an
action is made on each of the applications'that aré up
for. action: by. the  examiner, whether: they:. be BEW: OF
~ amended cases. In this way possible motions under 37

CFR 1.633 (c) and (d) may be forestalled. That is, the
on the new oramendedcasemaybnng to light
patentable..claims -that should :be: included .as .corre-
sponding 1o the ‘count ‘of; or as'forming: the basis for
an additional count of the: interferénce, ‘and; on'the

other hand,. the rejection .of. unpatentable claims. will

serve to indicate to the opposing. parties the- posmon
of the examiner with respect to such claims. -

When an examiner suggests that an applmant
present a claim for interference, the examiner should
state which of the claims’ already,m is ., in
lnsorhex:opmxon._~ pa" ‘the, claim ‘sug
gested ‘This statement. doesnotconst
jection- of the claims, but if the ‘applicant: resents’ the
suggested claim' but dlsagrm ‘with ‘the ‘examiner’s
statement, the apphcant should so state on'the record,
not later than the time the claim i§ presénted. In re
Dandel, 348 F.2d 563, 146 USPQ 389 (CCPA 1965). If
the applicant does not present the suggested | claim by
the expiration. of the period fixed for its presentation,
the examiner should then' reject those claims which
were previously stated as 'being unpatentable over the
suggested claim on the basis that the failure to present
constituted a concession that the subject matter- of
those claims is the prior invention of another in this
country under 35 U.S.C. 102(g) and thus, prior art to
the applicant under § 103. In re Oguie, 517 F.2d 1382,
186 USPQ 227 (CCPA 1975). If the' applicant does
present the suggested claim, when 'the interference is
declared, the claims stated to be unpatentable over
the suggested claim will be designated as correspond-
ing to the count.

2305.02 Time Limit Set for Presenting Suggested
Claims [R~-2)

Where claims are suggested for mterference, lim-
ited period determined by the examiner, not less than
one month, is set for reply. See § 710.02(c).

Should any one of the applicants fail to present the
claim or claims suggested within the time specified,

w
mmmammm
lf’suuemd claims are presented within the time
specified for making the claims, the applicant may
ignore any outstanding rejections in the application.
Even if clsims are suggested in an spplication near

the end of the period for response running against the
cue,audthenmehmntforprmntmgtheckmsex-

abandoned provnded the apphcant presents the “$i:
gested Claifag: Withiny' the time ‘¥pécified.: However, if
thie siggested clainb are not thus presentsd within the
spemﬁedt:me, the: case’: becomes: abandoned in ‘the ab-
sence:iof a; responsive amendment filed - within - the

pmod for renpome to: the rejectlon. 37 CFR 1 605@!)

to which claims ‘may be’ presented in‘a case'm*‘xssue,
the examiner may write a letter’ suggcstmg such
claims to the applicant whose case is in issue, statmg
that if such claims be presented within'a certain speci-
fied time the case 'will be: withdrawn. from issue, the
amendment entered and the interference declared.
Such letters must be submitted to the group director.

If the suggmted claims are not presented in the applx-

cation in issue, it may be mecessary to withdraw it
from issue for the purpose of rejecting other claims
on"the implied disclaimer resultmg fmm the faﬂure to
present the suggested claims.

When the examiner suggests one or more c]mms for
the purpose of interference with.a case in issue to an
applicant whose case is pending before him or her,
the case in issue will not be withdrawn. for the. pur-
pose of interference unless the suggested cla:ms ghall
be presented in the pendmg application’ within the
time specified by the examiner. The letter suggesting
claims should be submitted to the group director for
approval.

In either of the above cases the Publishing Division
should be notified when the claims are suggested, so
that in case the issue fee is paid during the time in
which the suggested claimis may be presented, proper
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'mmhmwwwmmﬁmm
mpuﬁd.m ’ hriroirsn iy [N
' The examiner ‘should' borrow thie allowed applice-
tion from the 'Publishing Division @nd hold' the ﬁle
unitil the’ chimsmpresentedmthehelimnt ex-
plm Thmuvmdsanypowblemmoﬂheappﬁca-
tionsas & patent should the insue foe be peid.- To for-
ther’ insure against the fisusnce; of the dpplication, the
examiner may pencil in the blank space labeled, “Date
pN"inthelowermbthmdcometoﬁhemewup-
per the initialled request: “Defer for interference.”
The issue, fee is not spplied to such an spplication
untnltlzefouowmxproeedmmcmledom. Lo
Whennouﬁadthattheissuefeehmbeenrecewed
the exsminer shall- -prepare a memo to the Publishing
Dmsnon reqmtmg that lssue of the patent be- de-

DI

for wh:ch clmns are toibe. sugguled 0 other apphca-

tions already inivolved in: interference; to-form snother

interference; -the primiry. examiner . borrows' the . last

named -applications from: the :Service Branch of: the

Board, of Patent Appeals and Interferences. In;z.case
nddad

: 'y 1
xdentxfymg the mterference,
in charge of the interference ‘who. wﬂl‘detetmme the

action to be taken. Also see §2342

Fom Pumph 11.01
SUGGESTION OF CLAIMS-APPLICATIDN IN ISSUE -

This apphcatwn has been withdrawn from issue for consideration
of:potenﬁalmterferencebuedonthech:msmgxuwdmthu
action.

Ennim Neote:
lfaconmcnngapphcanonxsmmue,xtsbouldbemth-
drawn using paragraphs 10.01 or 10.02 prior to suggesting claims
for mterference
2. Either paragraph 11.04 or 11.08 must be used in conjunc-

tion with this paragraph.

Form Pmuqll 11.68 _
REQUIREMENT TO COPY PATENT CLAIM

The following claim number [1] from U.S. patent no. {2] is suggest-
ed to epplicant under 33 U.S.C. 135(s) for the purpose of an inter-
ference:

{2}

The suggested claim must be copied exactly, although other claims
may be proposed under 37 CFR 1.605(a).

' MANUAL OF PATENT-EXAMINING PROCEDURE

APPIJCANTMUST COPYTHBPATENTWMIHIN
WIGN OF TIME FROVISIONS OF §1134s) DO NOT
U
Amvmmsmmnmb TO COPY THE
CIAMWILLBBTAKENASACONCW‘IHATM
WMATTBROFWISCLANESTHE IN-
VENTION OF ANOTHER UNDER 35 US.C ' AND
THUS ALIO PRIOR ART.UNDER 35 U.S.C. 103. lanlﬁw.

186 U.S.PQ 227 (CCPA 1973).

. nwminer Nele:

1. I bracket 1, Mﬂmmmmmdt&em
gested claiem.

2 lnbuckeﬂmunncopyofthepﬂentclum

- 3. Qaly ose claim from the patent should be suggested for in-
- terferemce ualess other claims o 8 separate patentably distinct in-
vention are clsimed in the patent end can be mude by the appli-
m.Towggeﬁaddndmﬂcmmh llm:kould
follow this peragraph.
. 4 lflheOﬂiceacuonaddmoﬂmmmmchasarejec-
* tion ‘of other clifms, 'Parsgraph HOGsbonldbemcludedatme
endoftheomceuctlon -

anllm e S R
COPYING ™ ADDITIONAL PATENT CLAIM FOR A DIS-
'ITNCI!NVENTION .
Chmmber[l] ‘fhom US. ‘pateat no.” suggcsted ‘
U.SC.B!(l)naddmoatocmmB}ofthepawm,uueudM
mma&’inedbythuepuenbchmmcomdaedwhe
Yeépaiuie; sinventions?: under 37 CFR: !601(11) that -coald
fmmthemforplmalcoumsmmmerhmce .

The segjpested patest:cliim, reprodiced below, mustbecopsed F. 8
aedy.womercmmybeproponedmderﬂcm
1605(1)- et : e 5 NS

APPLICANT MUST COPY: THE 'ADDITIONAL PATENT
CLAIM WITHIN ONE MONTH FROM THE DATE OF THIS

'LETTER. THE 'EXTENSION OF TIME PROVISIONS OF ‘37

CFR1:136(z) DO NOT: APPLY TO THIS  TIME' PERIOD.

FATLURE TO: COPY: THIS ADDITIONAL CL&IM: WILL BE
TAKEN - AS A -CONCESSION THAT - THE .- SUBJECT'
MATTER OF THIS CLAIM IS THE PRIOR INVENTION OF
ANOTHB! UNDER 35U. S C 102(3) o

Emium“

I. In bracket 1 msert the number of the patent claim tht is
" patentably distinct from the claim specified in' paragraph 11.08.
2y This peragreph must follow perdgraph 11.08 snd should
‘only be wsed in those rare instances where both the pateat and
. the application claim distinct, interfering inveations. .

‘Form' th 1318

FAILURE TO APPLY TERMS OF COPIED CLAIM TO THE
DISC[DSURE

Clum(l]ol’dmapphcauonhmbeencomedfmmus pment[Z]
for the purpose of an interference.

Applicant bes failed to specifically- apply the terms of the copied
cleim to the disclosure of the application, as required under 37
CFR 1.607(s)(3).

APPLICANT IS REQUIRED TO CORRECT THIS DEFI-
CIENCY WITHIN ONE MONTH FROM THE DATE OF
THIS LETTER. THE EXTENSION OF TIME PROVISIONS
OF 37 CFR 1.136(s) DO NOT APPLY TO THIS TIME
PERIOD.

FPoren Peragragh 11.18
FOREIGN PREOCRITY NOT SUBSTANTIATED
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CFR:1i96 ingesponsé o thisacdios,: 1

mmmywwwbmcmﬂJéW‘wap-
. plivant from elther an spplication 0r a patent and applicont has &
.- claim foc priority ot substastisted by 8 sworn iranslation. .

2306 - Interferasice Between an Applicstion and o

'37 CER 1.606 Interference between am application and & patent;
subjoct matter of the. interference. Before en intérference is declared
betwesn an spplication and am vaespired patent, sn exsminer must
determine that there is interfering sshject matter claimed in the sp-
plication and the patent which is patentable 1o the applicant subject
{04 judgment in the interference. The interfering subject. matter
will ‘e defined by oné or more counts. Esch Gount-shail define o
seperate patentable iavention. Any ‘spplication;must contain, or be
amended to contain, at Jeast one claim which corresponds to each
count. All clsims in the application and’ patent which define the
same pétentsble inverition'as a count shall be' designated o corre-
spond 1o the count. At the time s imterference. is. initially decloged
(61.611), & count shall not be narrower in scope than any patent
O ancomands 10 he. dosht any day single peicar cléim
will be presumed, subject to a motion gader.§ 1.633(c), mot fo con-
{Ain'interference sy be déciared’ between ien an appli-
cation and. a.patent if the application and: patent are
cleiming the:same patentable imvention;: end -at-least
onie.of the applicant’s claims. to.that invention are pat-
entable to; the applicant.. Since at least ane of the: ap-
plicant’s claims must be patentsble;:an interference be-
tween ag -spplication and a patent cannot be declared
R TR T B T AR E
;1. The patent is a statutory bar.against the appli-
cat:onunder?:sUS.C 102(0);: o v

... 2. The applicant’s claims are not. supported by

the application,, disclosure, or otherwise do. mot

comply with 35 U.S.C. 112;

.. 3. The applicant :was‘nof claiming the saﬁui or

substantially the same invention as. claimed in the
patent within one year after the date on which the
patent was issued (35 US.C. 1350)) .

“""4; The patent is a reference against the applica-
tion under 35 U.S.C: 102(c), unless the applicant has
filed a showing under 37 CFR 1.608. See § 2307 con-
cerning the rejection of claims in an application
which correspond to ¢laims of a patent.

Sinice the claims of a patent may not be altered
(except by 'reissiie’ or reexamination), - the ‘applicant
‘must cldim the same patentable inveéntion as is claimed
in one or more ¢laims of a-patént ift order to provoke
an interference with ‘the patent.  The fact that the
patent may disclose subject matter claimed by the ap-
plicant is not a basis for interference if the patent does
fiot claim that subject matter.

The practice followed prior to the adoption of 37
CFR 1.606, wherein each patent claim formed the
basis for a separate count of the interference, no
longer applies. Under present practice, the counts of
the interference are formulated in essentially the same
manner regardless of whether a patent is involved. As
stated in 37 CFR 1.606, each count “shall define a
separate patentable invention.” Therefore, instead of

PGB <t s 200 0 W 306«

heving, the, ssme .number. of counts .8, copied, patent
clsims,. the, enaminer, determines. how many separate
patentsble investions are claimed by the. applicant and
the petentee. When the interference is declared, there

will be.ome couat for each separate patentable inven-
tion, with, ali the claims. of the epplicant.and of the
patentes - which claim: each invention designated as
cosresponding: to the count for that invention. See
§ 2309 for & more detailed discussion of the. formula-
An' interference between  an application and a
patent may arise in one of the following ways: ..
1. During examination .of an spplication, the ex-
aminer may determine that the application contains
one or more allowable claims which are drawn to the
same invention # claimed in a patent. In that event,
the examitier imay proceed to initiate the interferénce
'3, “The exsminer ‘may discover a patent which
claim an iavention which s disclosed by the appli-

o the applicant a claim which would
invention 'and would" be 'paten

that the ‘claims of the application
dnd of the patent define the same patentable invention
in-order for an intérfererice to exist does not mean
that the application claim or claims must necessarily
be iideditical to: the correspondirig claim ‘or, Claims’of
the patent. All that is required under-present practice
is that a claim of the application be drawn to the same
patentsblie invention as a claim of the patent. An ap-
‘plication claim is considered to be drawn to the same
patentable invention as & patent claim if it recites sub-
ject matter which is the samie as (35 U.S.C. 102), or
obvious in view of (35.U.S.C. 103), the subject matter
recited in the patent claim. 37 CFR- 1.601(n). The test
is ‘analogous to that applied for double patenting, i.€.,
if the @pplicants claim would hiave been subject to a
double patenting rejection of the “same invention™ or
“obviousness” type. (see § 804) if the. patent and appli-
cation were by the same inventive entity, then the ap-

vention. In sll cases the examiner should keep in mind

the. fundements! principle that the issuance of two
patents for inveations which are either identical to or
not patentsbly distinct from each other must be avoid-
ed. Aelony v. Ami, 547 F.2d 566, 192 USPQ 486
(CCPA 1977). _ , A

37 CFR 1.601(i) includes the possibility that an in-
terference may include more than ome unexpired
patent. The PTO does not have jurisdiction to deter-
mine interferences involving only patents, since 35
U.S.C. 291 grants that jurisdiction to the courts.
However, if the examiner discovers two or more pat-
ents which are claiming the same invention as an ap-
plication, an interference may be instituted between
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Mﬁlﬁm@ pﬂ’euwwm wdwam i sldatistan
' W interfereiice with o' patent"is ‘propost
iouid astertained  before any’ m.-ps '
wﬁetmehmifiwmmﬁownmmp Notenmm
A nﬂewﬂ mivist: bé plsced iniboth' the application
aid the: pawm :file ‘when'the papers for an ' interfer-
enieé between an' application and & patent are forw -
ed. To this end the examiner, before initiating ‘an: Fs
terference involving ‘& patent, should refer' both ‘the
application and ' the ' petented  file to the Awgnment
Dwmon for notation as to ownership.

"TENT N DIFFERENT GROUP -

When an apphcant seeks to. ptovoke an mterferenee
thh a, patent classified in another group, the. proprie-
ty of declanng the interference is decided by, and. the
interference is initiated by the, . group where, the patent
i ch case, 1t ar

Reqnwts Int&ferenee With § 'a

T:iApplicant:
Patent {R-2}::

337 CFR 1607 Reque.rt by apphmnt or erenice with | pmm. (a)
-An applicsnt may seek 16 hive gn interference declared between an
‘application -and :ea:upexpired: patem by (1) presenting & proposed
count and 2 claim: corresponding. to the proposed count and, if. any
claim of the, patent or “application does not correspond eéxactly to
the proposed couit, explammg why an interférence should' be-de-
‘clared, (2) identifying the patent and’ indicating’ which 'claini in the
.application and which:claim or claims of the: patent con'wpond to
the proposed: count, and: (3) epplying. the:terms of the,

claim con-espondmg to the count to thc dmclcsure of the app!m
thn.

. (b) When an applicant seeks en interference with a pltent.

nstion of the application, including any sppesl: to the Board, :lu)l
be. conducted with special dispatch within the Patent. and Trade-
.mark Office. The examines, shall determmc whether. there is mter—
fering subject matter claimed in the application and the patent
‘which is patentable to’ ‘the applicant subject (o a judgment it an in-
terference. If the examiner: detérmines- thit there is any. merfemg
‘subject matter, and. interference will be- declared. If. the examiner
determines that there is no interfering subject matier, the examiner
shall state the .reasons why an mterference is not bems declared
and ctherwise act on the application.

{c) When an applicant presents & claim which correswnds exaict-
By or substantially 1o a cleim of & patent, the epplicant shall identify
thepamtandthenumberofthepmmmmeuthec!umzs
presented in response (o a suggestion by the examiner. The examin-
er shall notify the Commissioner of any mstance where an applicant
fails to identify the patent.

(3) A notice that an applicant is seeking to provoke an interfer-
ence with a patent wxllbeplmdmmcﬁleofthepatemanda
copy of the notice will be sent to the patentee. The ndemlty of the
applicant will not be disclosed unless an interference is declared. If
a final decision is made not to declare an interference, & notice to

& PROCEDURE

i oot ili be placed in"thie potsnt file and’ will be uent 4o dhe

230701 Preseatation of Claims Corresponiling ¢o
W%NM:W&MW
'l“bepmenmimofclumsooﬂespondmgmcwm
ofapateﬂtwhenmtsuggestedbythe@ﬂicemnot
mmarﬂmwtothelm%muﬁm
the last Office action relied solely on' the patent for
the rejection of all the claims rejected in thet action.
Under 37 CFR 1.615, upon declaration of an inter-
ference, ex parte prosecution of an application in-
volved in the interference is suspended and any out-
standing. Office actions are considered as withdrawn
byopemﬁonofthemle.ExpamPetemn.@USPQ
119 (Com’r. 1941) ‘Upon termingtion of the interfer-
eiice, the examiner will reinstate the action treated as
withdrawn . by. operation of 37 CFR 1.615 and seta
stammrypenodformponse o

2307.02 Rejectnon of. Claims Correlponding to
PatentClaim[R—!]

~REJECTION.NQT APPLICABLE TO PATENTJ |

When claims” cotrwponding o claims: of 'a patent
are pwsented, ‘the’ application is taken up-at once: and
the examinér miay reject isuch:claims in the application
if ‘the’ ground’ of: tejecnon ‘would ‘not also: be apphca
ble to the- patent. Examples of such- grounds of rejec-
tion aré insufficient disclosire in the application, & ref-
erence whose date is junior to that of the pateat, or
becanse the' claims’ aré barred’ to ‘applicant by the
second paragraph of 35 U:S.C. 135, which reads: “(b)
A claim which'is the samie-as, orforthesameorsub—
stantially ‘the  same subject - ‘matter’ as,’a ‘claiin-of an
issued patent may not be made in any" applmtlon
unlws such ‘a claim is ‘made prior to one year from the

date on, which the patent was granted.” See Ex parte

Fine, 217 USPQ 76 (Bd. App 1981) The anmversary
date of the issuance of a _patent is “prior t0 One year
from the date on which the patent was granted”,
Switzer V.. Sackman. 333 F.2d 935 142 USPQ 226

(CCPA 1964).

~ It should be noted that an, apphcant is permmed to
copy a patent claim outside the year period if he has

‘been claiming substanttally the same. subject matter

within the year limit. See Thompson v. Hamilton, 152
F.2d 994, 68 USPQ .161 (CCPA 1946); In re Frey, 182
F.2d 184, 86 USPQ 99 (CCPA 1950); Andrews v.
Wickenden, 194 F.2d 729, 93 USPQ 27 (CCPA 1952);
In re Tanke, 213 F.2d 551, 102 USPQ. 93 (CCPA
1954); Emerson v. Beach, 215 F.2d 290, 103 USPQ 45
(CCPA 1955); Rieser v. Williams, 255 F.2d 419, 118
USPQ 96 (CCPA 1958); Stalego v. Heymes, 263 F.24
334, 120 USPQ 473 (CCPA 1959); Corbett v. Chis-
holm, 568 F.2d 759, 196 USPQ 337 (CCPA 1977).

As long as one of the presented claims is patentable
to the applicant and is claiming the same invention as
at least one claim of the patent, an interference should
be declared. : :
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7.CFR 1.607(b) reqlm'es ;hag “When, an, me‘
seeks an interference with & pateat, examinstion of the
npphutm, including any appeal to ‘the Board, shall

be, cpnducted, with special dispatch within the Patent
and Trademark Offi ice.” Therefore, when, -all the
clanns presented are rejected on a ground not spplica-
ble“to! the” patemee the examiner sets a time fimit for
reply; ‘not fess then thirty days, and all subsequent sc-
tions, ‘ including action of the Board on appesl, are
special. ‘Failure to respond or: appeal, as the case may
be, within the time fizxed, will, in the absence of a gat-
tsfactory showing, be deemed a disclaimer of the in-
vention claimed. -

- While the time limit for an appeal from the final re-
jectxon of a claim corresponding to a patent claim is
usually. set under the provisions of 37 CFR 1.607(b),
where the remamder of the case is ready for final
acnon, it may, be advxsable to set a shortened statuto-

d for the entire. case in accordance with 37

¢laim “or claims’ involved; on the doctrine of dm:lmm'-
er, and this is appealable; Wwhile" failiite ‘to" respond
within the: set statutory. penod (37:CFR:1: 134)1uults
in abandonment of the’ entire apphcatlon That is not
appealable.

The rejection of claims presented for mterference

with a patent sometimes creates a situation’ where two
different: periods for: response are running against the
application—one, the statutory period dating from the
last ‘full” action ‘on ‘the case; the other, the limited
penod seét for the response to the rejection (either first
or final) of the presented claims. This condition
should be avoided where possnble as by setting a
shortened period for the entire case, but where un-
avoxdable, it should be emphasized in the examiner’s
letter. - .
" In this connection it is to be noted that a reply to a
rejection or an appeal from the final rejection of the
presented claims will not stay the running of the regu-
lar statutory period. if there is an unanswered Office
action in the case at the time of reply or appeal, nor
does such reply or appeal relieve the examiner from
the duty of actmg on the case if it is up for action,
when reached in its regular order.

Where an Office action sets a time lmnt for re-
sponse to or appeal from that action or a portion
thereof, the examiner should note at the end of the
letter the date when the time limit period ends and
also the date when the statutory period ends. See

§ 710.04.

REJECTION APPLICABLE TO PATENT AND
APPLICATION

If the ground of rejection is applicable to both the
claims in the application and the claims in the patent,
any letter including the rejection must have the ap-
proval of the group director. See § 1003, item 10.

Anmferememunotbedechmdwhﬂemeex-
aminer is aware of a reference for the claims which
cormpoudmthepntentchhm,evemﬁtwou!dalso
be applicable to the patent. lfmhareferemeudzs-
covered while an interfevence involving a patent is
MMWMMMMmth
attention of the examiner-in-chief in charge of the in-
terference, for possible action under 37 CFR 1.641.

l?um Parsgraph 1.12 :

REJECTION OF CLAIM CORRESPONDING TO PROPOSED
COUNT

Chim[l]ofﬂmtpp!mwahasbemeopwdbytheawlmfmm
U.S. pctglfNo [2].1'huclmm:snmpuen®letotheapplmt

An interference cannot be initiated since a prerequisite for interfer-
enceundet”CFRlﬁOﬁmtbnuhechmhepmubletomeap-
plmtsubjeeuouudgmentmthemterfeteuee. —

mMmphmmtbepmededbyarejecnmoftheclmm
F«-mun IR _ ~
CLAIMS NOTOOPIED Wl’l‘HIN’ONEYBAR
} “_f“]eccedunderssusc 135(b) as siot being made prior
z &omthedateonwhxch USpatent [2]wasgranted
Fom Porsprgh 1118 .
COPIED CLAIMS DRAWN TO DIFFER.ENT INV ENTION
Clgim {1} of this! appheahon 1sasserted by apphemt to eorrespond
to claims of U.S. patent.[2]. ,

The examiner does not consider this clum to -be directed to the
same invention as that of U.S. patent {3] because [4]. Accordingly,
an mterference cannot be initisted based upon this clum

§ 2307.03 Presentatlon of Claims for Interfer-
ence With a Patent, After Prosecution of Ap-
plication is Closed [R-2] .

An amendment: presenting a claim to provoke an in-
terference in an application not in issue is vsually ad-
mitted and promptly acted on. However, if the case
had been closed to further prosecution as by final re-
jection or allowance of all of the claims, or by appeal,
such amendment is not entered as a matter of right.

An interference may result when an applicant pre-
sents claims to provoke an interference with a patent
which provided the basis for final rejection. Where
this occurs, if the rejection in question has been ap-
pealed, the Board of Patent Appeals and Interferences
should be notified of the withdrawal of this rejection
so that the appeal may be dismissed as to the involved
claims.

Where the prosecution of the application is closed
and the presented claims relate to an invention dis-
tinct from that claimed in the application, entry of the
amendment may be denied (Ex parte Shohan, 1941
C.D. 1 (Comr. 1940)). Admission of the amendment
may very properly be denied in a closed application,
if prima facie, the claims are not supported by appli-
cant’s disclosure. An applicant may not have recourse
to presenting a claim corresponding to a patent claim

2300-15



APTER Nonce ot= Al.wwmcs

thnan
Sresgnte "m'interferencewithl

the examiner finds one or more of the claims patent-
able to the appllcant and an interfererice to exist, the
examiner should prepire ‘a letter, requesting that the
application be withdrawn from issue for the purpose
of interference. This letter, which should designate
the: claims to bé involved, together with the file and
the proposed amendment should be sent to the group
director. :

- When an: amendment wluch mcludes one Or more
claims pr&sented ‘to-provoke an interference with a
patent is received after Notice of Allowance, and the
examiner finds basis for refusing, the interference on
any ground the examiner should make an oral’ repon
to the supervisory primary examinér of tlie" reasons
for refusing the requested. interference. Notification to
applicant is made on Form PTOL-27] if the entire
nt or a portion of the amendmeént (including
all the presented claims) is refused. Form Paragraph
11.01 should be employed to express the advérse tec-
ommendation’ as-to:the: entry of the presented: claims.

~ §2307.04 - -Presentation -of Claims: For : Interfer-
ence With a Patent Involved in a Reexmina«
. tion Proceeding [R-2] - .

“An mterference wnll not be’ declared wnth a patent
which is involved in a Teexamination proceeding
except upon specific authorization from the Office of
the - Assistant Commrssxcmer for ‘Patents. Whén- an
amendment is filed in'a’ ‘pending appllcatlon presentmg
claims for the purpose of interference With 4 patent
involved in a reexamination ing, the owner of
the patent must be notified (see 37 CFR 1.607(d). The
applicant: must identify the patent under reexamina-
tion with- which interference is-sought. ‘The  claims
may be rejected on any applicable ground, including,
if appropriate, the prior art cited in the reexamination
proceeding. . Prosecution .of = the  application - should
continue as far as possible, but if the application is
placed in condition for allowance and still contains
claims which interfere with the patent under reexam-
ination, further action on the application should be
suspended until the reexamination proceeding is termi-
nated. See also § 2284.

Form Parsgraph 11.15.
PATENT CLAIMS UNDERGOING REEXAMINATION

This spplication contains claims which conflict with the claims of
U.S patent No. [1], now involved in a reexaminstion proceeding.

Prosecution in this application is SUSPENDED UNTIL TERMI-
NATION OF THE REEXAMINATION PROCEEDING.

Applicant should inquire as to the status of this application six
months from the date of this letter.

Examiaer Note:

'pawutmredefvedtﬁérrﬂ:emof.&llowmmd :

M’Mmmymwmmwma ‘
domiwe

mumm

.05 Mwmmm
 tiffied [R-2]

37 CFR .1.607(c) requtrec that “when an applicmt
prmnuuchmwhchcormpondseuctlyorm
stantially to a cleim of a patent, the applicant shall
identify the petent and the number of the pateat
clum,unleuthechnnmprmtedmmpometon
suggestion by the examiner.”

This requirement of 37 CFR 1607(c) applies to
claims presented in an application at the time of filing
aswellastoclmmspfesentedmanamendmenttoa
pending application. If an applicant, attorney, or
agent presents a claim corresponding exactly or sub-
stantially to a patent claim without complying with 37
CFR 1.607(c) the examiner may be led into makmg an
action different from what would have been made
had the examiner been in possession of all the facts.
Therefore, failure to comply w:th 37 CFR 1.607,
when presentmg a claim corT pondmg to a patmt
claxm, may result in the issuance of a requnrement for
mformat:on as to. why an 1dent1f’ catxon of the source
of the. clalm was not ‘made.

The examiner shoald reguire the applzcant to supply &
full identification of the copied patent claims by umng
Form Paragraph ll 10

Fom Puucnph u.xo. )
FAILURE TO IDERTIFY SOURCE OF PA‘I'ENT CLAIMS

Cﬂxm()ofth:sapphutwuhasapparwtlyheencopudfmmaUs
patent without being suggested by the examiner. The patent
number and the number of the copied claim have not been properly
tdermﬁed ‘37 CFR 1.60%(c).

Apphcmt is reqmred to identify the patent and clmm numbers grd
supply information explaining why a complete ideatification of the
copied patent claim(s) has mot been presented. Following spph-
cant’s response to this requirement or the abandonment thereof, the
application will be forwarded by the examiner to the Office of the
Aggistant Commissioner for Patents for appropriste review a8 noted
under 37.CFR 1.607%(c).

APPLICANT IS REQUIRED TO RESPOND TO THIS RE-
QUIREMENT WITHIN ONE MONTH FROM THE DATE OF
THIS LETTER TO AVOID ANY QUESTION OF ABANDON-
MENT.

Examiner Note:
The primary ezaminer must refrain from commenting as to the

reasons for applicant’s failure to disclose the U.S. patent identifi-
cation,

After the applicant’s response or abandonment of the
application, the examiner is required to “notify the
Commissioner of any instance where an applicant fails
to identify the patent” under 37 CFR 1.607(c). The
examiner’s notification should be in the form of a
memorandum directed to the Office of the Assistant
Commissioner for Patents. The memorandum must be
accompanied by the application and a copy of the
patent from which the claim(s) was copied.
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editee be notified (1) when the attempt to provoke the
intécference is fitst' made, and'(2), if an interference is
aotdecllred ofthedeicionmttodechmmm-

Tm:reguhtionprovxdesapetemeewuhnomea
soon as en applicant attempts to provoke an interfer-

ence with the patent 2o that the patentee can preserve
the invention records from the moment the notice is
received until the tinie, in some' instances many years
later, when the interference is ultimately. declared be-
twecn the patentee and the applicant. -

- Form: Paragraphs 11. 19 and llzoshouldbeusedto
notlfythe ‘patentee.

Pem Pm .19 ,
NOTICE TO PATENTEE, INTERFERENCE SOUGHT .

You are héreby notified under 37 CFR. 1607(d)mumappmtu
mctopmvokeanmmferenee with your patest:No. [1}.-: ... -

T'heldenﬁtyoftheappheantwﬂlnmbeduclosedmm-mm-

Meffectw:ﬂbephced\mthepaten ﬁleandwif.lbenattotbe
patentee. :

lf‘mmterferenee:sdechred noucethereofwﬂlbemndewder37
CFR!GI!

Fw-Pmlphll.zo :"‘_ '-, . L
KROTICE. TO PATENTEE. INTERFERENCE NOT. DE-
CLARED e

Notice' was eommumcated £o.you under 37 CFR’ 1607(d) on [l]
that an applicant wss seeking to provoke an interference with your

u.s. petentNo [2]
Aﬁnlldetemunmonofthlsusuehasreeultedmadecmnotto
declsre an interference.

No mqumes regarding the ideatity of the applicant will be enter-

Examiner Note:
In bracket I, unertlhedateofmaﬂmgottheearhamzhat
claims had been copied from that patent.

It is anticipated that patentees may make inquiries
as to the status of the application after the first notifi-
cation has been received. Since the group having re-
sponsibility for the application will be indicated on
the letter and the letter will not contain any informa-
tion pertaining to that application, it will be necessary
for each patent examining group to establish and
maintain some type of permanent record. The type of
permanent record is left to the discretion of the group
director. This permanent record must be independent
of the application file and the patented file in order to
provide adequate information for patentee mqumes
relative to non-receipt of either a second notice or a
notice of declaration of interference either before or
after either is mailed from the Patent and Trademark
Office. Additionally, the permanent record must 8ss0-

mbmhtbewm aumber and. the
wmammmwwm

a separate group file for 1.60%(d) notices sent to pat-
enmuviug appromatef cation of the patent
and application, ‘

In summery, a3TCFR léﬂ?(d)mme(mepen-
graph 11.19) is prepsred by a person in the group
having jurisdiction over the application attempting to
provoke an'interference with a patent. The original is
placed of record in the patented file, one copy is sent
to the patentee, and an entry is made in the perma-
pent group record for 37 CFR 1.607(d) notices. If a
final decision is made that no interference will be de-
clared, & primary examiner will prepare and sign a 37
CFR 1.607(d) notice (Form paragreph 11.20).

The original of this notice is entered of record .in
the patenied file, one copy is sent to the patentee, and
another entry:is made in the permanent record for 37
CFR 1.607(d)-notices. If an: interference is to be insti-
tuted, the declaration:of interference notice will:be
sent by an examisner-in-chief and mno: addmonal form
wnll be seat by the examiner. =

' ALTHOUGH “THE *“PERMANENT RECORD
FOR" SECTION>1.607(d)-'NOTICES INCLUDES
IDENTIFICATION BOTH OF:‘THE ' PATENT
AND . APPLICATION,. . THE  PATENTEE
CANNOT 'AND SHOULD' NOT BE GIVEN ANY
INFORMATION CONCERNING THE PARTY
OR APPLICATION: ATTEMPTING: TO: PRO-
VOKE " AN: INTERFERENCE UNLESS - AND
UNTIL AN INTERFERENCE IS DECLARED 35
U:S. C. 122, w

2308 Interference Between an Appllcatmn and s
Patent; ana Facle Showmg by Apphcant
- [R-2] .

- 37 CFR1.608 Inlerﬁrence betwen an appl:catzon and a patent.
prima fiocie showing by applicant. (a) When. the earlier of the filing
date or effective filing date of an application is three months or. less
after the earlier of the filing date or effective ﬁlmg date of a patent,
the applicant, before an interference will be declared; shall file an
affidavit alleging that there is'a besis upon- which applicant is enti-
tled to & judgment relative to the patentee.. ‘

() When the earlier of the filing date or.the effecnve ﬁlmg date
of an application is more than three months after the earlier of the
filing date or the effective ﬁhng date under 35 US.C. §120 of a
patent, the appllcam, before an interference will be declared, shall
file (1) evidence which may consis¢ of: patents or printed publica-
tions, other documents, &nd one or more. affidavits which demon-
strate that applicant.is prima facie entitled to a judgment relative to
the patentee and (2) an expla.natlon stating with particularity the
basis upon which the applicant is prima faéle entitled to the judg-
ment. Where the basis upon which an applicant is entitled to judg-
ment relative 10 & patentee is priogity of invention, the evidence
shall include affidavits by the applicant, if possible, and one or
more corroborating witnesses, supported by documentary evidence,
if available, each setting out a factual description of acts and cir-
cumatances performed or observed by the affiant, which collective-
ly would prima fecie entitle the applicant to judgment or priority
with respect to the earlier of the filing date or effective filing date
of the patent. To facilitate preparation of a record (§ 1.653 (g) and
(h)) for final hearing, an applicant should file affidavits on paper
which is 8% x 11 inches (21.8 by 27.9 cm.). The significance of any
printed pubhatm or other document which is self-authenticating
within the meaning of Rule 902 of the Federal Rules of Evidence
or § 1.671(d) and any patent shall be dnscmcd in an affidavit or the
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cant would be entitled to-a judgment relative. 1o the: patentee is al-
knd:nd.xfnbuaua&ea&,nmrktmemybedecm I

Uﬂder§1608 tbePTOwdlcontmuetheptevms
practice under deleted 37 CFR § 1.204(c) of requiring
an applicant seeking to provoke an interference with a
patént to- submit evidence which demonstrates that
- the applicant is prima facie entitled to & judgment rel-
ative ‘to the patentee. Evidence would be submitied
only when the earlier of the filing date of effective
filing date of the application is more than three
months after the esrlier of the filing date or effective
filing ‘date under 35 U.S.C.. § 120 of the patent.: The
evidence may relate to patentability and need not be
restricted to. priority. When the evidence (1) consists
of - prior ‘printed publications ' and . patents. and :(2)
shows that the claims of the application-are not: pat-
entable, the claims in the application would be reject-
edand theapphcmtcouldﬂeareqm t‘orreexam

f: 57 ; 1

230801 I;Patent Has Fﬂing Date Earller tlmn Ap-
plication [R—Z} B ‘
When aii applicant: attanpts to ptovol\e an mterfer-
ence with a patent, the examiner:must determine the
effective filing: dates of the: application and of the
patent. In determining the effective filing date of the
patent, only the patent’s effective United States filmg
date will be considered. Any claim of foreign priority
by the patentee under 35 U.S.C. 119 will not be taken
into account when determining whether or not an in-
terference should be declared, in order to be consist-
ent with the holding in In re Hilmer, 359 F.2d 859,
149 USPQ 480 (CCPA 1966) to the effect that the ef-
fective date of a United States patent as a reference is
not affected by the. foreign filing date to which the
patentee may be entitled under 35 U.S.C. 119. If the
patenwe is determined to be eatitled to the benefit of
a prior United States application as to claimed subject
matter involved in the interference, that application
must be listed on the PTQ-850 form (see § 2309).

If the effective date of the applicant is three months
or less later than that of the patented application, the
applicant must submit an affidavit or declaration al-
leging that there is a basis upon which applicant is en-
titled to a judgment relative to the patentee, 37 CFR
1.608(a). The affidavit or declaration may be made by
persons other than the applicant. See § 715.04.

If the effective filing date of the application is more
than three months after the effective filing date of the
patent, 37 CFR 1.608(b) requires that the applicant
must file (1) evidence, such as patents, publications
and other documents, and one or more affidavits or
declarations which demonstrate that applicant is
prima facie entitled to a judgment relative to the pat-
entee, and (2) an explanation stating with particularity

twmuﬁamm%wm: Wh
tled: 1 the Jodgment. w1n ¢ mon !

If an applicant is claiming thesamemvaumﬁasa
patent whick. has. an esrlier: effective. United States
filing -date. but. isnot . statutory bar against the appli-
cation; and -the t has mot submitted the items
required by: 37 CFR 1.608  (a) and. (b), (as appropri-
ate), the should : be rejected under 35
U.S.C. 102(e)/103. A statement should be included in
the rejection that the patent cannot be overcome by
an affidavit or declaration under 37 CFR 1.131 but
only through interference p Note, howev-
er, 35 US.C. 135(b) and §2307.02. The applicant
should also be advised: that an affidavit under 37 CFR
1.608(a). or evidence and an explanation under 37
CFR 1.608(b) (as appropriate) must. be. submitted and
it should be stated, if applicable, that the patentee has
been accorded the benefit of an earlier-U:S, applica-
tion.

If the applicant does not agree that he or "15
claiming the same invention as the patent, and filés ‘arn
affidavit under: 37: CFR: 1.131, the rejection should. be
repeated: and made final. ‘The rejection should specify
what the. count or.counts. of the. interference between

the application and the patent would be.-If the appli-

cant still disagrees with the examiner, the rejection
may be appealed to the Board of Patent Appe
Interferences, and the question of whether the. apph-
cation and the reference patent are claiming the same
invention may be argued on appeal, inasmuch as. ‘the
37 CFR 1.131 affidavit cannot be cons:dered unlss
the appllcant is found to be claiming ar’ inVention
which ‘is’ patentably ‘distinct from that clairied: in’ the
patent. See In re Hidy, 303 F.2d 954, 133 USPQ 650
(CCPA  1962) and In.re Clark, 457 FZd 1004 173
USPQ 359 (CCPA 1972).

230802 Showing Under 37 CFR l 608(b) [R-Z]

The showing under 37 CFR 1. 608(b) ‘must be such
as to show that the applicant is prima facie entitled to
a judgment relative to the patentee. Since 35 U.S.C.
135(a), as amended by Public Law 98-622, now glves
the Board of Patent Appeals and Interferences juris-
diction in an interference proceeding over questions
of both priority and patentability, the 37 CFR
1.608(b) showing need not attempt to show prior: in-
vention by the applicant, but may instead demonstrate
that the applicant would be entitled to a judgment
against the patentee on a ground of unpatentability
(as, for example, that the claims of the patent which
will correspond to the count or counts are unpatenta-
ble over prior art or prior public use, or that the
patent does not comply with 35 U.S.C. 112).

An applicant in preparing affidavits or declarations
under 37 CFR 1.608(b) to provoke an interference
with a patentee whose effective U.S. filing date ante-
dates the apphcant’s by more than three months,
should have in mind the provnsnons of 37 CFR L 617
and especially the following: -

1. That after these affidavits or declaratnons are
forwarded by the primary examiner for the declara-
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tioneﬁmmwmtlmywﬂlbeemedbym;
fnpe-in-chiel. ..,

concurrently with the notice of inter

Mdnotheeatetedapmsttheapplmt.
.30 A .evidence in response.

under, the provisions of 37 CFR 1.617(b). If the ‘appli-

cant responds, the applicant must -serve the, patentee‘t

and any other opponents with a “copy of the ongmal

sho‘w:ing'under 37 CFR 1.608(b) and of the response,
and they will be entitled to present their vnews with’

resp'ec thereto (37 CFR L. 617(6))‘1.'_‘,{.,’. ,

thentleatmg must be aut.hentxcated and i :
particularity by aa affiant having direct, knowledge of
tbe matters uwolved. However, it-is: not necmnry

practxee ‘be revealed in the affidavits,
exhibits: if the affidavits or declarations aver. nbserva-
tion of the necessary acts. and facts, including :docu-
mentation when available, before the patentee’s effec-
tive: filing date. On: the other hand, where reliance is
placed upon diligence, the affidavits or declarations
and documentation should be precise as to dates from
a date just prior to patentee’s effective: filing date. The
showing should relate to the essential factors in the
determination of the question of pnonty of mventlon
as set out in 35 U.S.C. 102(g).

. The explanation required by 37 CFR 1608(b)
should be in the nature of a brief or explanatory re-
marks accompanymg an amendment, and -should ‘set
forth the manner in which the requirements of the
counts are satisfied and how the requirements for con-
ception, reduction to practice or diligence are met, or
otherwise explain the basis on whxch the apphcant is

prima facie entitled to a judgment.

6. Published decisions of the Court of Customs
and Patent Appeals and the Board of Patent Interfer-
ences concerning the quantum of proof required by
an applicant to make out a prima facie showing -enti-
tling the applicant to an award of priority with re-
spect to the filing date of a patent so as to allow the
interference to proceed, 37 CFR 1.617(a), second sen-
tence, include Kistler v. Weber, 412 F.2d 280, 162
USPQ 214 (CCPA 1969); Schwab v. Pittman, 451
F.2d 637, 172 USPQ 69 (CCPA 1971); Murphy v.
Eiseman, 166 USPQ 149 (Bd.Pat.Int. 1970); Golota v.
Strom, 489 F.2d 1287, 180 USPQ 396 (CCPA 1974);
Howvitz v. Pritchard, 182 USPQ 505 (Bd.Pat.Int. 1974);
Azar v. Burns, 188 USPQ 601 (Bd.Pat.Int. 1975) and

i1:2u I the: qlﬁdwiaor dochmtiom m to estabwh,
thut applicant would prima facie be eatitled to.a judg-,
meat relative (o the patentee, an order will be issued.
applicant to. show .cause why, summary; Judgmemf

; tosuch order:
\mll notbeeonndetedunless justified by = showing.

ll"afﬁdavns or. declarations st

0 jALe AN

(CCPA 1976)

7 f%’%}’

However, when a showmg under 37 CFR

ying upon prior i

or uapatentabxluyaabmsfoﬂhemowms If the
applicant alleges prior invention, the examiner should
merely determine that at least o 'f'date prior to. the
effective filing date of the patent is. alleged; if so, the
examiner should procwd to institute the interference
as described in’ § 2309. If the showing is based-on al-
leged. unpatentablhty of the paient ‘claim or claims,
the examiner should determme ‘whether any ground
of unpatentability alleged..is-such-that.it. would. also
apply to the applicant; for. example if the applicant al-

tha laims. of,. '

Grall, 202 USPQ 4701, (BdApp. 1978) Aithough the

applicant-may. wish:fo confest the question of. whether
the common:.invention.is: patentable. ta.the
an mterference cannot be declared un]ess the common

pnnted pubh" :
ﬁle a@tequest for eexamtnanon of the patent under 35

moa PatenthasFihngDatehterThanAp-
pheaﬁon R=2]

Althongh ‘a “patent whxch has ‘an’ eﬂ'ectwe US
filing' date’ later thai the effective filing date of an ap-
plication is not prior art against that' application, the
application should not be issued if'the application and
patent contain claims to the same patentable inven-
tion. In order to avoid the'i issuance ‘of two- patents to
the same patentable mvention, ‘the examiner should
take steps to institute an’ mterference between the ap-
plication and the patent R

If the apphcatlon contams at least one allowable
claim drawn to the same patentable invention as at
least one patent claim, the examiner may initiate the
interference by proceedmg as described in § 2309. If
the application does not contain such an allowable
claim, such a claim should be suggested to the appli-
cant, as described in § 2305. '

If the appllcatxon dnscloses, but does not claim, an
invention claimed in the patent, so that a patent could
be granted to the applicant.. wnthout an_interference
proceeding, the patent should only.be. cnted to the ap-
plicant. The applicant can then determine whether. to

2300-19




aminer to be patentable over any count;end . .
() Whethér sn applicant or patentee is entitled to the beaefit
of the filing date of sn ariér application asid, if 6o, sufficicat -

exsitinef shall for-

B and ‘claims '11-and 12 ‘of application F
the count and (2) caifn 3 of application

rate. patentable. invention -from’ the

.y

1 Formulation of Counts,
fore. preparing. the: “Interfer

randum”. (Form PTO-850),. the; examiner must: deter-
mine, precisely what the count, or counts of the inter-

ference will be. Unlike previous practice, under the
revised rules (37 CFR 1601-1.688) the question of
whether the interference irivolves'a patent is essential
ly irrelevant to the formulation of the countsl '~

"In formulating. the count or counts, the examiner

must decide two interrelated questions: (1) how many
counts will there be, and (2) what will the scope of
kept in mind: .. . ‘

2 L. Each count mist be drawn to a separatc pat-
entable invention, that is to say, the invention defined
in each count must not be the same as, or obvious
over, the invention defined in any other count. How-
ever, a count may properly be included if it is unob-
vious over another count, even though the reverse
might not be true. For example, a count to a species
and a count to a genus might properly both be inclad-
ed in the interference if the species is patentable over
the genus, even though the genus might not be pat-
entable, given the species. o o
It is expected that most interferences will involve
only one count or 8 very small number of counts, in
view of the requirement of separate patentability.
3. A count should normaily be sufficiently broad
as to encompass the broadest ‘corresponding patent-
able claim of each of the parties. However, a sitaation

cant’s corresponding claim inclndei?:{wﬂwyi‘ﬂmw
thiat 37 CFR '1.606 provides thist a count may’ ot ki
which corresponds 6 it;'this does mot préclude Tater
ubstittion of & count Which is narrower'thsfi the
patent claim, s the result of a preliminsry motion
under 37 CFR1.633(¢). '~~~ o o oo
"3, A count may not be so broad as'to
table over prior. art. If a count cannot be made

ciently broad in scope astoembtacethe br

sication;  clai
96 patentable claim. 8 (engine). If an ink

.be. one count (engine). Claim
1 B be desis

-.aind 2 ‘(6:Cylinder -engine).: Application:D: ontains | patentable
. cliim 8-(engiue):;Aniengine and & 6-cylinder: engine define.the

. \Exaimple . 3| Application ‘B .contains : patentable-: claims I
(engine);: 2 (Gcylinder. engine); and 3; (engine with a platinum
piston).. Application . contains, patentable claims 11 (engine) and
12 (8-cylinder engine). Claims 1 and 2 of application E ‘and
claims 11 and 12 of application F define the same’ patentablé in-
vention. Claim 3 of application E ‘defines a'separste patentable in-
vention from claims 1 ead 2 of spplication B snd claims 11 and
12 of spplication F.If an interference is. declared, there will be

one. count (eagise). Claims 1 and 2 of Application E and claims
11 and 12 of applicition F would be designated to corréspond to

the count. Claim 3 of application E ‘would not be désignated to

* correspond to the'count. -+ 1L Tt s
*  Example - 4 Application G  contsins ‘patentable - claims 1
(engine), 2 (6-cylinder engine); and 3 (engine with a platinum
piston). Application H contains patentable claims 11 (engine) and
15 (engine with a platinum piston). Claims 1 and 2 of application
G and claim 11 of application H define the same patentable in-
“vention, Clsim 3 of ‘applicitiori G 'and claim 15 of application H
define 8 seperate patentable invention from claims 1 and 2 of ep-
.plicstion G asd -claim 11 of application H. If pa interference is
declared, there will be two counts: Count 1 (engine) and Count 2
(engine with a platinum piston). Claims 1 and 2 of application G
and claim 11 of application H would be designated to correspond
to Count 1. Claim 3 of application G and claim 15 of application
H would be designated to correspond to Count 2. o

Example 5: Application ¥ contains patentable cleims 1 (engine),
2 (combination of an engine and 2 carburetor) and 3 (combination
of an engine, a carburetor, and a catalytic converter). Applica-
tion K contains patentable claims 31 (engine), 32 (combination of
an engine and a carburetor), and 33 (combination of an engine; 8
carburetor, and an air filter). The engine, combination of an
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- plication: § javd gléless 31; fszmsaof&mm:‘n K would :be:

Mesignated to correspond to,the count. Claim 3 of ation.J.
. would not be 10 ihe count, :
' Ekainple 6 mmmn continue to follow nmackv ' L ts,

120 USHQ 88 (Comsi's.Pat; 1955). Application L contalis patent-
.'whclml(l&Mamupoﬁbemu«me).’Z(bem-
m).mdj(tolm) eoaumpmnb}ecluma
11. (benzene). Benmemdtoluenedeﬁaetbeaune tenublem-
‘vention. lfminurferencehdec!ued,merewmbeone count’
(Markush group of benzene or toluene). Claims I, 2.and'3 of ap-
plwatmLmdchrmllofnpphe«meouldbedwmtedw
-correspond to the count., oy
 Example 7 Apphanon N contains pctenuble claun 1 (bqn
‘Zene).' Application P’ confainé petentable claim 11° (xylen'e). ‘Béns
memwku&ﬁu&emcmmﬂemmlfmmp

' & Q claitis 1 (M
'kushgmupofbenzeneor Wlorafoim), (beazme),andﬁ(chlo-
./ rofozin); Apmkmwmmp:mmbkd&nas (benzem)

“ton '@ #nd clidm 33 ofippimubn
. invention from beazene sud an interference is declared, th

) ppf i P (gt Gyid :
* grotip of benzene or chloroform), 12 (benm),/and 13 (chloru-
- form).: If bénzene and ch!oroform define; the, sanie patentsble in-
- vention and_an interference is .declared, there, will be one count
. (Mar ush,group of benzene of chloroform) ‘Claims 1, 2 and '3 of
‘claim ‘lZandBofapphauon’!‘wonl&be
. designated to cofrespond to the cousit. The PTO will continveé'to
. ‘eudbere; to. Becker-v.: Patrick,. 47 USPQ 314-(Comm'r;Pat. 1939).
. An mterference can have two counts only if one count defines a
scparatc patentablc invention from 2nother” count. If chloroform
"definés ‘8 separate patentable invention from' behzene and an ‘in-
 tetfereiice is declared, there will be two counts: Count 1 (ben<
zene) and Count 2 (chloroform). Claims 1 and 2 of applicetion8
_ and claims .11, and 12 of application T would ‘be designated to
_correapond to Count 1.’ Claims 1 and 3 of application
‘claims 11 and 13 ot‘ apphcanon T would be' dwg.mted
spond to' Count 2. S v
Example 16 Patent A contsins. clarm l (eagme) Apphmtlon U
. contains patentable claim 11 (engiue)., If an interference is de-
clare, there will be one count (engine), ‘Claim 1 of patent A and
" claim 11 of apphcatwn U would be desrgnated to corrapond to
the count.

Exarmple 11: Patent B commns clmms 1 (engme) and 2 (6-cylm-
der engine). Application V contains pateatable claim 8 (engine).
An engme end a 6-cylinder cngme define the same patentsble in-
vention. If an interference is declared, there will be one count
(engine). Claims 1 and 2 of patent B and claim 8 of apphcatron v
would be designated to correspond to the count,

Example 12: Patent C contains claims 1 (engine) 2 (6-cylmder
engtne). and 3 (engine with a platinum piston). Application W
contains patentable claims 11 (engine) and 12 (8-cylinder engine).
Claims 1 and 2 of patent C and claims 11 and 12 of application
W define the same patentable invention. Claim 3 of patent C de-
fines a separste patentable invention from claims 1 and 2 of
patent C and claims 11 and 12 of application W. If an interfer-
ence is declased, there will be one count (engine). Claims 1 and 2

. of patent C and claims 11 and 12 of application W would be des-

8 mpondmthem <if chiogdfore: defimes a sepuﬁtemwnuble

- zene and chioroform define separate

Example 14: Patent Econhim' clﬁm;l“(uukmhmof
. bemzene. or. toluene), 2 (benzene), and. 3 (toluene); Application Y.
. contging. patentsble cleim. .11 (benzene). Benzeme and toluene
. define: the - same. patentsble iaventicn. If an. interfesence is- de-
chred.thmwﬂlheoneeount(Mnrkushmxpofbumeof
- toluene).-Claims' 1, 2md3pn=nElndclnimllohpplmou
=¥ would be designated (o corvespond 1o the count. . el
"Exampkls:luthrseumple,meclnmofpatentEmdm

themnu.Amnglepatmtchxmwouldhe :esuwd,subjectw

amoncnunder37CFR1633(c),nottodeﬁnesepmtepatmt

sble inventions. Patent G contsins claims 1 (Markush group of

- belizene of: chloroform); 2 (bendene);: md&(chloroform). Appli-
‘am Anterf

cation AA contains patentable claim 33 (Genzede). Ifram:
_ence is declared, initially it will be presumed by thel’l‘O subject
toalaermoﬁonMer37CFR1633(c),thatbenmemdchlo-

'roformdcﬁneﬂxeumepltmtnbleinvennm “There 'will: be one

count(Mnrknshgroupofbenmeorcblomform).Clumsl 2

' separate’ patentable xnveutxons, that party
could ﬁlenmoﬁonunder37CFR 1633(c) to redeﬁnetheewm
and the clsinns corresponding to the counts.

Example 18: Patent H contains claim 1 (Markush group of ben-
.zene or chloroform), 2 (benzene), and 3 (chloroform). Applice-
tion AB contsins patentable. claims 11 (Markush group of ben-
zene of chloroform), 12 (benzene), and 13 (chloroform). Benzene
and chicroform initially would be présumed, subject to a2 motion
under 37 CPR 1.633(c), (o define the same patentsble invention,
because they aré recited a5 & Markush group in a single patent
claim. If an interference is declored, there will be one count
(Markmh group of beazene of chloroform) Claims 1, 2 and 3 of
patent H and claims 11, 12 and 13 of application AB would be
designated to correspond to' the count if'a party believes ben-
patentable inventions, the
party ‘could move under 37 CFR 1.633(c) to substitute a count
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ﬂwrewnﬂbeoﬁecm(umhodofmixmgmdhuﬁu)dml
ofpatcm]andclumlofapplmﬂonACwouldbedenmwdto
cormpondtothewm ‘

~ Eumpkzamfmmthuexunpleuethemasﬁmple
= 18 AmmeﬂmwplmntABbehevenh:tbeuenemdehom
“form define seperste pea tentable inventions: Applicsnt: AB: woald
"'ﬁleamouonudet!lﬂxc)(l) 10 substitute. Count 2 '(benzene)
 for Count' 1 (Markush group of bentene of chloroférm) and edd
Count 3 (chloroformy}.: lf the examiner-inichief. grents the motion,
-the. interference -would be, redeclared. by. deleting; Cogat .1’ and
;muuunum mpheeOomtsz and 3 Clnm! snd 2.0 the
: \ 12.0f - oy 5

invention and the Board holds that’ they;are the samée
” invention, the paity proving the carlisest priority as to either ben-

zene or chloroform would prevul as to all’ claims. Thus, if pat-
“ entee H ifivented benzene ‘before’ apphcant AB invented berzene
or chloroform; patentee H' would be entilled to & patent contain-
ing claims 1 through'3 i ‘even if applicant ‘AR invented chioroform
before patentee H invented chioroforimn. Apphmt AB wonld not
be enmled to a pntent wrth clums 1t through 13

2309.02 Prepnratwn of Papeu—lnitial Mmo-
randum [R-Z] '

The only paper prcpared by the exammcr is the Ini-
tial Memorandum: (Form - ‘PTO-850 Revision .Y%s or
later) ‘addressed to' the Board of Patent- Appeals and
Interferénces which provndm authorization for prepa-
ration of the declaration notices. The latter papers are
prepared in the Service Branch of the Board..

A sample of a ﬁlled-out Form PTO—850 is shown
below.

A separate form is used for each count of the inter-
ference The form need fiot be typed unless the count
is not identical to any claim of any of the ‘parties. If

the count is identical to a claim of one of the parties,
the number of that claim is circled. If the count is not
identical to any claim of any the parties, the count
should be typed in the space provided on the form
(an additional plain sheet may be attached if needed).

The files to be included in. the interference should

be listed by last name (of first listed inventor if appli-

MANUAL OF PAMW PROCE!)URB

wd mmm
 patent is'involved.

cation s joint); serial mumbsr,

pdnyueﬂmhdtoﬂlebeaeﬁtoftheﬁlmsdateofone
‘pplications (o paténts) 28'to the counts, the
ovided on the form for indicating this fact
shouldbeﬁlledmutoallsuchapphcauom ‘It is par-
ticularly important to fist all intermediate applications
necessary to provide contmmty of pendency to the
carliest benefit application to which a party is entitled.
Anuppbunthllbeaccordedthebencﬁtofafm-
eign application on'the Form PTO-850 and declara-
tion notices only if the papers required by 37 CFR
1.55, mcludmg a sworn translation; have. been filed
and the pumary examiner. has determined that the ap-
plicant is infact entitled to the benefit ‘of such appli-
cationi, A’ patentee may be iccorded the: beneﬁt of the
filing date of a. iplie e of
wrfereme ptovnded he hes: complxed with. the reqmre-
-of 37 A58, hasﬁledaswommnshtmn,

the- spaces provaded on the
to a count ify: ccmsndenng the count as pnor art, the
USC 102 or. 103 If the examiner is in doubt as to
whether a party’s claim does or. does not correspond
to a count, it should be listed as corresponding to the
count. If the party disagrees with this listing, a motion
may be filed under 37 CFR 1. 633(c)(4) during the in-
terference to d&slgnate the clalm as not correspondmg
to the count.

 Note that for each count, every clalm in a party’s
application or patent must be designated as. eithier cor-
responding or not corresponding to the. count. The
fact that a claim may be under rejection -does not
mean that it should not be dmgnated “For' every
claim of an application which is listed on the form,
the examiner must indicate whether or not that claim
is allowable by writing *“(allowable)” or “(not allow-
able)” next to the claim number(s). At least one of the
claims designated as corresponding to the count must
be allowable.

If an involved case contains multiple dependent
claims, the examiner should be careful to indicate
which embodiments of each multiple dependent claim
correspond or do not correspond to each count. An
embodiment of a multiple dependent claim should not
be circled on form PTO-850 as being the count, but
rather, the embodiment should be written out in inde-
pendent form in the space provided.
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call -the ‘attertion of the Board to thet fct when the
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tson afﬁdmu or ¢ declaratlom nader 31:‘:?& 1, 131 of
.mmmumwmumm

&mmmwwmm&mmp-,
peals.and Interferences. If the interference proceeds

normally;, these: affidevits. or declarations. will- be  re<
moved.and sealed. up: by the Service Branch of the
Boerd of Patent Appeals and . Interferences and e
tained with the interference.

Affidavits or declarations under 37 CFR 1. 131 and
1.608 are availsble  for inspection by an opposing
party to an interference after the preliminary motions
under 37 CFR 1633 are decnded “See 37 CFR

1.612(b).

Affidavits or. declaratlons in the file of a patent -are “
not removed, inasinuch as they have been avmlable to -

the public since the date the patent: issued.
2309&4 2]Ret:«ml in-Each- Intetfermee“

When there Afe‘ twa or more’ relawd e erences

pending in the Patent and Trademark._ Office, in order .|
that the record of the proceedings in each paiticular®
interference may be kept separate and- distinet; all-mo- -
tions and papers-sought 6 beé- filed -therein must be .

titled in and relate only.to.the. pammﬂarmterference

to which they belong, and no_motion or paper can be

is joined, another interference or matter aﬂ'ectmg an-’

other mterference

2300.08 Comultatlon
R-2]

The examiner ‘should consuilt with one of the exam~

iners-in-chief in any-case of doubt-or where the prac--

Wnth Exammer-m-Chlef

tice appears to-be obscure or confused. In: view of =

their specialized- expenence they .may be able. to sug-
gest a course of action which will avoid considerable
difficulty in the future treatment of the case: K

2309.06 Interfering Subject Matter in “Secreey
Order” Cases [R~2]

37 CFR 5.3 Prosecution of application under secrecy order; with-

holding patent. (b) An interference will not be’ declared involving

national applications under secrecy order. Howeves, if gn spplicant

whose application:undes secrecy order copies claims from an issued
patent, a notice of that fact will be placed in the ﬁle wrapper of the

patent. (See § 1.205(c)).

Since declaration of an interference gives immediate
access to applications by opposing parties, no interfer-
ence will be declared involving an application which
has a security status therein (See §§ 107 and 107.02).
Claims will be suggested so that all parties will be
claiming substantnally identical subject matter. When

all applications contain the claims suggested, the fol-

lowing letter will be sent to all parties:
“Claims 1, 2, etc. (indicating the conflicting

claims and claims not patentable over the applica-
tion under security status) conflict with those of
another application. However, the security status
(of the other application/ of your application)

o thé”‘mterf‘" 7 eﬁng cIanns

ilemthfé"emembersofthe”noudsmﬂ"(l)hwmalugmemat

' 1.682, 1.656() or 1.658 or
’ natesthemterference

"".’rh«fc W}z’r;u:}m b
the remaining clai
Anometlmclamhve’bednprewntedma “gg-
curity -type”. :application . for the -purpose of interfer-
enccmthapateutmouldbeplwedmthemwd
file. Also, maccordancethhS‘lCFRlGO?(d),the
patentee should be notified. Thequeetmn of an inter-
--ference is taken up upon termination of the “security
status” of the application in which ‘patent claims are
preaeated. The suggested notices should be modified

tlﬁcatnon of the apphcat;ons and patents mvolved and

i final-hearing;- (2)- enter-¢-decision -uader-§§.1.617,. 1.640{c) or {e),
(3):enter any other order which termi-

" {BY A% BeCEsEETY, 4k tﬁér’exmmerm-cmfmay ‘act in place of

.‘ the: .ope who declared the interference. Unless otherwise provided
~ig tlnsseeﬁon. at-the dlseret_wu -of the examiner-in-chief assigned to

' the intesferenice; a panel consitting of two 6t more members of the

. Board may enter interlocutory ordess.

(c) Unless othétwise provided in'this subpart, times for taking

"*actwnby ‘pasty i the ifterfésence will set om a case-by-case basis

- by -the ‘-m-chxefmgnedtotbem!erferalce Times for
. taking action shell -be sét and the ezaminer-in-chief shall ezercise
control over the interference such that the ‘pendency of the inierfer-

' encebeforetheBoarddmuotnomaﬂyexeeedMoyem

.-{d)-An exsminer-in-chief may. hold a conference with the parties
to consider: (1) simplification of any issues, (2) the necessity or de-
. sirability_of amendments 1o counts,”(3) the possibility of obtaining
admmomoffmlndgenmneaessofdocumuwhwhwﬂlavmd
unnecessary proof, (4) any limitations on the number of expert wit-

. nesses, (5) the Gme and place for conductmg a deposition

- {8 L673g))y md(6)anyothexmatterasmaymdmthedmpomwn
of the interference, After a confetence.( the examxner-m-ch:ef may
enter any order which may be appropriate. .

{¢) The examinet-in<chief may determine & propef course of con-
duct in en intesference for any situation not specifically covered by

his part.

Under §1610 each mterference wnll be declared
by an examiner-in-cheif. The examiner-in-chief enters
all interlocutory orders in the interference. As neces-
sary, another examiner-in-chief may act in place of
the examiner-in-chief assigned to the interference. At
the discretion of the examiner-in-chief assigned to the
interference, a panel of two or more examiners-in-
chief may enter an interlocutory order. The examiner-
in-chief will set times and control proceedings such
that pendency of the interference normally will not
exceed 24 months. Under § 1.610(d),  the e