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1893.03(c) The Priority Date, Priority Claim and Priority Papers for, 8
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Note: Chapter 1800 has been extensively rewritten for Revision
15 and therefore, the chapter does not contain the usual nota-
tions showing changes which have been made.

INTRODUCTION -

This chapter is designed to be a guide for patent examiners
in searching and examining applications filed under the Patent
Cooperation Treaty (PCT). Applicants desiring additional in-
formation for filing international applications should obtain a
copy of the PCT Applicant’s Guide from the World Intellectnal
Property Organization (WIPO) in Geneva, Switzerland.

The Articles and Regulations under the PCT are reproduced
in Annex T of this Manual and the Administrative Instructions
are reproduced in Annex Al

PCT applications are processed by the International Divi-
sion within the Patent and Trademark Office.

1801 Basic Patent Cooperation Treaty (PCT)
Principles [R-15]

- MAJOR CONCEPTS OF THE PCT

The Patent Cooperation Treaty (PCT) enables the U.S.
applicant to file one application, “an international application”,
in a standardized format in English in the U.S. Receiving Office
(the U.S. Patent and Trademark Office), and have that applica-
tion ackmowledged as a regular national filing in as many
member countries to the PCT as the applicant “designates” or
“elects,” that is, names, as countries in which patent protection
is desired. In the same manner, the PCT enables foreign appli-
cants to file a PCT international application, designating the
United States of America, in their home language in their home
patent office and have the application acknowledged as a
regular U.S. national filing. The PCT also provides for a search
and publication after 18 months from the priosity date. Upon
payment of national fees and the furnishing of any required
translation, usually 20 months after the filing of any priority
application for the invention, or the international filing date ifno
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priority is claimed, the application will be subjected to national
procedures for granting of patents in each of the designated
countries. If a demand for an international preliminary exarni-
nationis filed within 19 months from the priority date, the period
for entering the national stage is extended to 30 months from the
priority date.

The PCT offers an alternative route to filing patent applica-
tions directly in the patent offices of those countries which are
members of the PCT. It does not preclude taking advantage of
the priority rights and other advantages provided under the Paris
Convention. The PCT provides an additional and optional
foreign filing route to patent applicants.

The filing, search and publication procedures are provided
for in Chapter I of the PCT. Additional procedures for a
preliminary examination of PCT international applications are
provided for in optional PCT Chapter II.

In most instancas a national U.S. application (NA) is filed
first. An international application for the same subject matter
will then be filed snbsequently within the priority year provided
by the Paris Convention and the priority benefit of the U.S.
national application filing date will be claimed.

RECEIVING OFFICE (RO)

The international application (JA) must be filed in a receiv-
ing Office RO)PCT Article 10). The United States Patent and
Trademark Office will actasareceiving Office for United States

residents and nationals (35 U.S.C. 361(a)). Thereceiving Office . .

functions as the filing and formalities review organization for
international applications. Intemational applications must con-
tain upon filing the designation of at least one country in which
patent protection is desired and must meet certain standards for
completeness and formality (PCT Articles 11(1) and 14(1)).

Where a priority claim is made, the date of the earlier filed
national application is used as the date for determining the
timing of international processing, including the various trans-
mittals, the payment of ceriain international and national fees,
and publication of the application. Where no priority claim is
made, the international filing date will be considered to be the
“priority date” for timing purposes (PCT Article 2(xi)).

The international application is subject to the payment of
certain fees upon filing, or within 1 month thereafter, and at the
expiration of 12 months from the priority date or within 1 month
thereafter. The receiving Office will grant an international filing
date to the application, collect fegs, handle informalities by
direct communication with the applicant, and monitor all cot-
rections (35 U.S.C. 361(d)). By 13 months from the priority
date, the receiving Office should prepare and transmit a copy of
the international application, called the search copy (SC), to the
International Searching Authority (ISA); and forward the origi-
nal, called the record copy (RC), to the International Bureau (IB)
(PCT Rules 22.1 and 23). A second copy of the international
application, the home copy (HC), remains in the receiving
Office (PCT Article 12(1)). Once the receiving Office has
transmitted copies of the application, the International Search-

ing Authority becomes the focus of international processing.
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INTERNATIONAL SEARCHING AUTHORITY (ISA)

The basic function of the International Searching Authority
(ISA) is to conduct a prior art search of inventions ciaimed in
international applications; it does this by searching inatleast the
minimum documentation defined by the Treaty (PCT Articles
15 and 16 and PCT Rule 34). At the option of the applicant,
either the U.S. Patent and Trademark Office or the European
Patent Office will act as an International Searching Authority
for international applications filed in the United States Receiv-
ing Office. The International Searching Authority is also re-
sponsible for checking the content of the title and abstract (PCT
Rules 37.2 and 38.2). An international search report (SR) will
normally be issued by the International Searching Authority
within 3 months from the receipt of the search copy (usually
about 16 months after the priority date)(PCT Rule 42). Copies
of the International Search Report and prior art cited will be sent
to the applicant by the ISA/US (PCT Rules 43 and 44.1). The
search report will contain a listing of documents found to be
relevant and will identify the claims in the application to which
they are pertinent; however, no judgments or statements as to
patentability will be made (PCT Rule 43.9). Once the interna-
tional search report has been completed and transmitted, inter-
national processing continues before the International Bureau.

INTERNATIONAL BUREAU (IB)

The basic functions of the International Bureau (IB) are to
maintain the master file of all international applications and to
act as the publisher and central coordinating body under the
Treaty. The World Intellectual Property Organization (WIPO)
in Geneva, Switzerland performs the duties of the International
Bureau.

If the applicant has not filed a certified copy of the priority
document in the receiving Office with the international applica-
tion, or requested upon filing that the receiving Office prepare
and transmit to the International Bureau a copy of the prior U.S.
national application, the priority of which is claimed, the appli-
cant must submit such a document directly to the International
Bureau or the receiving Office not later than 16 months after the
priority date (PCT Rule 17). The Request form contains a box
which can be checked requesting that the receiving Office
prepare the certified copy. This is only possible, of course, if the
receiving Office is a part of the same national Office where the
priority application was filed.

The applicant has normally 2 months from the date of
transmittal of the International Search Report to amend the
claims by filing an amendment directly with the International
Bureau (PCT Article 19 and PCT Rule 46). The International
Bureau will then normally publish the international application
along with the search report and any amended claims (Amdt) at
the expiration of 18 months from the priority date (PCT Article
21).The international publication is in pamphlet form with a
front page containing bibliographical data, the abstract, and a
figure of the drawing (PCT Rule 48). The pamphlet also con-
tains the search report and any amendments o the claims
submitted by the applicant. If the application is published in a

1800 -3

1801

language other than English, the search report and abstract are
also published in English. The International Bureau publishes a
PCT Gazette in the French and English languages which con-
tains information similar to that on the front pages of published
international applications, as well as various indexes, and an-
nouncements (PCT Rule 86). The International Bureau also
transmits copies of the international application o all the

designated Offices (PCT Article 20 and PCT Rule 47).

DESIGNATED QFFICE (DO)
and
ELECTED OFFICE (EO)

The designated Office is the national Office (for example,
the USPTO) acting for the state or region designated under
Chapter I. Similarly, the elected Office is the national Office
acting for the state or region elected under Chapter I1.

If no “Demand” for international preliminary examination
has been filed within 19 months of the priority date, the appli-
cant must complete the requirements for entering the national
stage within 20 months from the priority date of the international
application, unless the individual designated Office grants ad-
ditional time. The applicant also has the right to amend the
application within 1 month from the fulfillment of the require-
ments under PCT Article 22. After this month has expired (PCT
Axticle 28 and PCT Rule 52), each designated Office will make
its own determination as to the patentability of the application-
based upon its own specific national or regional laws (PCT
Article 27(5)).

If the applicant desires to obtain the benefit of delaying the
entry into the national stage until 30 months from the priority
date, a Demand for international preliminary examination must
be filed with an appropriate International Preliminary Examin-
ing Authority within 19 months of the priority date. Those states
in which the Chapter II procedure is desired must be “elected”
in the Demand.

The original Demand is forwarded to the International
Burean by the International Preliminary Examining Authority.
The International Burean then notifies the various elected
Offices that the applicant has entered Chapter II and that the
application should not be considered withdrawn for failure to
enter the national stage within 20 months from the priority date.

The examiner of the International Preliminary Examining
Authority may comment on lack of unity of invention, note

. efrors, and issue a writien “opinion” as to whether each claim is

“novel”, involves “inventive step”, and is “industrially appli-
cable.” If a written “opinion” is issued by the examiner, the
applicant may respond to the opinion by arguments and amend-
ments within the time period set for response. The examiner will
then issue the international preliminary examination report
which presents the examines’ s final position as to whether each
claim is “novel”, involves “inventive step”, and is “industrially
applicable” by 28 months from the priority date. A copy of the
international preliminary examination report is sent to the
applicant and to the International Bureau. The International
Bureau then communicates a copy of the international prelimi-
nary examination report to each elected Office.
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The applicant must complete the requirements for entering
the national stage by the expiration of 30 months from the
priority date to avoid any question of withdrawal of the applica-
tion as to that elected Office.

1802 PCT Definitions [R-15]

The PCT contains definitions in PCT Article 2 and in PCT
Rule 2, which are found in MPEP Annex T. Additional defini-
tionsarefoundin35U.S.C. 351, MPEP Annex1.,37CFR 1.401,
MPEP Annex R, Section 101 of the PCT Administrative In-

structions and MPEP Annex Al.

1803 Reservations Under the PCT Taken by the
United States of America [R-15]

The United States of America had originally declared that it
was not bound by Chapter I (PCT Article 64 (1)), but withdrew
that reservation on July 1, 1987.

It has also declared that, as far as the United States of
América is concerned, international publication is not required
(PCT Article 64 (3)). The United States of America also made
areservation under PCT Article 64(4) which relates to the prior
art effective date of a U.S. patent issuing from an international
application. See 35 U.S.C. 102(e) and 363. These reservations

are still in effect.

1805 Where to File An International Application
[R-15]}

35 U.8.C. 361 Receiving Office.

(a) The Patentand Trademark Office shall act as a Receiving Office
for international applications filed by nationals or residents of the
United States. In accordance with any agreement made between the
United States and another country, the Patent and Trademark Office
may also act as a Receiving Office for international applications filed
by residents or nationals of such country who are cntitled to file
inteffiational applications.

See 37 CFR 1.421 - 1.425 as to who can file an international
application, '

Only if at least one of the applicants is a resident or national
of the United States of Americamay an intemational application
be filed in the United States Receiving Office (PCT Article 9(1)
and (3), PCT Rules 19.1and 19.2,35U.5.C. 361(a) and 37 CFR
1.412(a), 1.421). The concepts of residence and nationality are
defined in PCT Rules 18.1 and 18.2. For the purpose of filing an
international application, the applicant may be either the inven-
tor or the successor in title of the inventor (assignee or owner),
However, the laws of the various designated States regarding
the requirements for applicants must also be considered when
filing an international application. For example, the patent law
of the United States of America requires that, for the purposes
of designating the United States of America, the applicant(s)
must be the inventos(s) (35 U.S.C. 373, PCT Article 27(3)).

_The United States Receiving Office is located in Crystal
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Plaza, Arlington, Virginia. International applications and re-
lated papers may be deposited directly with the United States
Receiving Office or be mailed to: Commissioner of Patents and
Trademarks, Box PCT, Washington, D.C, 20231. It shouild be
noted that the “Express Mail” Certificate of Mailing provisions
of 37 CFR 1.10 apply to the filing of ail applications and papers
filed in the U.S. Patent and Trademark Office, including PCT
international applications and related papers and fees. It should
be further noted, however, that PCT intemational applications
and papers relating (o international applications are specifically
excluded from the Certificate of Mailing procedures under 37
CFR 1.8. This means, for example, that a Demand for interna-
tional preliminary examination cannot be filed using the Certifi-
cate-of Mailing practice under 37 CFR 1.8 if the date of mailing
is the date needed for official purposes. If 37 CFR 1.8 is used,
the date to be accorded the paper will be the date of actual receipt
in the Office. The United States Receiving Office staff is
available to offer guidance on PCT requirements and proce-
dures. In person, telephone or written inquiries are welcome.
Telepbone inquiries should be directed to (703) 305-3257.
Written inquiries should be addressed to: Commissioner of
Patents and Trademarks, Box PCT, Washington, D.C. 20231.
Warning - although the United States patentlaw at 35U.S.C.
21(a) authorizes the Commissioner to prescribe by rule that any
paper or fee required to be filed in the Patent and Trademark
Office will be considered filed in the Office on the date on which
itwas deposited with the United States Postal Service, PCTRule

20.1(a) provides for marking the “date of actual receipt on the

request.” Although the “Express Mail” provisions under 37
CFR 1.10 have not been contested to date regarding PCT
applications, applicants should be aware of a possible different
interpretation by foreign anthorities.

1807 Agent or Common Representative And Gen-
eral Power of Attorney [R-15]

37 CFR 1.455 Represemntation in international applications.

(a) Applicants of international applications may be representad by
attorneys or agents registered to practice before the Patent and Trade-
mark Office or by an applicant appointed as & common representative
(PCT Art. 49, Rules 4.8 and 90 and § 10.10). If applicants have not
appointed an atiorney or agent or one of the applicants to represent
them, and there is more than one applicant, the gpplicant first named in
the request and who is entitled to file in the U.S. Receiving Office shall
be considered to be the common representative of all the applicants. An
attorney or agent baving the right to practice before a national office
with which an intemational application is filed and for which the
United States is an International Searching Auvthority or International
Preliminary Examining Authority may be appointed to represent the
applicants in the international application before that authority. An
attorney or agent may appoint an associate attorney or agent who shall
also then be of record (PCT Rule 90.1(d)). The appointment of an
atiorney or agent, or of a conunon representative, revokes any earlier
appointment unless otherwise indicated (PCT Rule 90.6(b) and (c)).

(b) Appointment of an agent, atiorney or common representative
(PCT Rule 4.8) must be effected either in the Request form, signed by
all applicants, or in & separate power of attorney submitted either to the
United States Receiving Office or to the Intemational Bureau.

{c) Powers of attorney and revocsations thereof should be submitted
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to the United States Recemng Office until the issuance of the interna-
tional search report.

(d) The addressee for correspondencc will be as mdlcated in '

section 108 of the Administrative Instructions.
[Para. (2) amended, 58 FR 4335, Jan. 14, 1993, effective May 1, 1993)

Where an appointment of an agent Or COMINON representa-
tive is effected by a separate power of attorney, that power of
attorney must be submitted to either the receiving Office or the
Intemnational Bureau. However, a power of attorney appointing
an agent or sub-agent to represent the applicant specifically
before the International Searching Authority or the Interna-
tional Preliminary Examining Authority must be submitied

directly to that Authority.

“General” Power of Attorney

“General” powers of attorney are recognized for the purpose
of filing and prosecuting an international application before the
international authorities. The original general power of attorney
should be deposited with the International Division which is the
central focus for PCT matters throughout the Office. Any
applications relying thereon must include a copy thereof. A
general power of attorney form is provided in the annex ¢o the
PCT Applicant’s Guide.

Any general power of attorney must be filed with the
receiving Office if the appointment was for the purposes of the
international phase generally, or with the International Search-
ing Authority or International Preliminary Examining Author-
ity if the appointment was specifically to represent the applicant
before that Authority. The appointment will then be effective in
relation to any particular application filed by that applicant
provided that the general power of attotney is referred to in the
request, the Demand or a separate notice, and that a copy of the
general power of attorney is attached to that request, Demand or
separate notice. That copy of the signed original need not, itself,
be separately signed. See Annex Z of the PCT Applicant’s
Guide for a suitable model form for 2 general power of atiomey.
The PCT Applicant's Guide is available from the International

Bureau in Geneva, Switzerland.

1808 Change in or Revocation of the Appointment
of an Agent or a Common Representative

[R-15]
PCT Rule 90
Agents and Common Representatives
@

90.6 Revocation and Renunciation

(8) Any appointment of an agent or common fepresentative may
be revoked by the persons who made the eppointment or by their
successors in (itle, in which case any appointment of a sub-agent under
Rule 90.1(d) by that agent shall also be considered as revoked. Any
appointmentof & sub-agent under Rule 90.1(d) may also be revoked by
the applicant concerned.

(b) The appointment of en agent under Rule 90.1(z) shall, unless
otherwise indiceted, have the effect of revoking any easlier appoint-

1800-5

1808

ment of an agent made under that Rule. :

" (c) The appointment of a common representative shall, unless
otherwise indicated, have the effect of revoking any earlier appoint-
ment of a common representative.

(d) An agent or a comumon representative may renounce his
appointment by a notification signed by him.

(e) Rule 90.4(b) and (c) shall apply, mutatis mutandis, to a
document containing a revocation or renunciation under this Rule.

37 CFR 1.455 Representation in international applications.

(a) Applicants of international applications may be represented by
attorneys or agents registered to practice before the Patent and Trade-
mark Office or by an applicant appointed as a common representative
(PCT Art. 49, Rules 4.8 and 90 and § 10.10). If applicants have not
appointed an attorney or agent or one of the applicants to represent
them, and there is more than one applicant, the applicant first named in
the request and who is entitled o file in the U.S. Receiving Office shall
be considered to be the common representative of all the applicants. An
atiorney or agent having the right to practice before a national office
with which an international application is filed and for which the
United States is an International Searching Authority or International
Preliminary Examining Avthority may be appointed to represent the
applicants in the international application before that authority. An
aftorney or agent may appoint an associate attorney or agent who shall
also then be of record (PCT Rule 90.1(d)). The appointment of an
sttorney or agent, or of a common representative, revokes any earlier
appointment unless otherwise indicated (PCT Rule 90.6(b) and (c)).

(b) Appointment of an agent, attormey of COmmon representative
(PCT Rule 4.8) must be effected either in the Request form, signed by
all applicants, or in a separate power of attomey submitted either to the -
United States Receiving Office or to the International Bureau.

(c)Powers of attorney and revocations thereof should be submitted
to the United States Receiving Office until the issuance of the interna-
tional search report.

(d) The addressee for correspondence will be &s indicated in
section 108 of the Administrative Instructions.

fPaza. (2) amended, 58 FR 4338, Jan. 14, 1993, effective May 1, 1993)

The appointment of an agent or a common representative
can be revoked. The document containing the revocation must
be signed by the persons who made the appointment or by their
successors in title. The appointment of a sub-agent may also be
revoked by the applicant concemned. If the appointment of an
agent is revoked, any appointment of a sub-agent by that agent
is also considered revoked.

The appointment of an agent for the international phase in
general automatically has the effect, unless otherwise indicated,

~ of revoking any earlier appointment of an agent. The appoint-

mentof a common representative similarly has the effect, unless
otherwise indicated, of revoking any earlier appointment of a
COMMON representative,

The rules for signing and submission of a power of attorney
also apply to a revocation of an appointment,

Renunciation of an appointment may be made by means of
a notification signed by the agent or common representative.
The rules for signing and submission of a power of attorney
apply also to a renunciation. The applicant is informed of the
renunciation by the International Bureav. -

U.S. attorneys or agents wishing to withdraw from represen-
tation in international applications may request to do so. To
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expedite the handling of requests for permission to withdraw as
attorney, the request should be submitted in triplicate (original

and two copies) to Box PCT and should indicate the present

mailing addresses of the attorney who is withdrawing and of the
applicant. Because the Patent and Trademark Office(PTO) does
not recognize law firms, each attorney of record must sign the
notice of withdrawal, or the notice of withdrawal must contain
a clear indication of one attormey signing on behalf of another.

The PTO usually requires that there be at least 30 days
between approval of withdrawal and the expiration date of a
time response period so that the applicant will have sufficient
time to obtain other representation or take other action. If less
than 30 days remains in a running response period, a request o
withdraw is normally disapproved.

For withdrawal of attorney or agent in the national stage, see
MPEP § 402.06.

1810 Filing Date Requirements [R-15]

PCT Article 11
. Filing Date and Effects of the International Application

(1) The receiving Office shall accord as the international filing date
the date of receipt of the international application, provided that that
Office has found that, at the time of receipt:

(i) the applicant does not obviously lack, for reasons of residence
or nationality, the right to file an international application with the
receiving Office,

(ii) the international application is in the prescribed langusge,

(iii) the international spplication contains at least the following
elements:

(2) an indication that itis intended &3 an international applicetion,
(b) the decignation of at least one Contracting State,

(c) the name of the gpplicant, as prescribed,

(d) a past which on the face of it appears to be & description,
(e) 2 part which on the face of it appears t be a claim or claims.

35U.8.C. 363 Internasional applicasion designating the United States:
Effect.

An international application designating the United States shall
h&ve the effect, from its international filing date under article 11 of the
treaty, of a national application for patent regularly filed in the Patent
and Trademark Office except as otherwise provided in section 102(e)
of this title.

35U.8.C. 373 Improper Applicant.

An international spplication designating the United States, shall
not be accepted by the Patent and Trademark Office for the nstional
stage if it was filed by anyone not quslified under chapter 11 of this title
to be an applicant for the puspose of filing & netional application in the
United States. Such international applications shall not serve as the
basis for the benefit of an easlier filing date under section 120 of this
title in a subsequently filed application, but may sezve as the basis for
a claim of the right of priority under section 119 of this title, if the
United States was not the sole country designated in such internationsl
application.

37 CFR 1.431 International application requirements.

() An international epplication shall contain, as specified in the
Treaty and the Regulations, & Request, & description, one or more
claims, an abstract, and one or more drawings (where required), (PCT
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Art. 3(2) and Section 207 of the Administrative Instructions.)

(b) An international filing date will be accorded by the United
States Receiving Office, at the time of receipt of the international
application, provided that:

(1) At least one applicant (§ 1.421) is & United States resident or
national and the papers filed at the time of receipt of the international
application so indicate (35 U.S.C. 361(a), PCT Art. 11(1)(i)).

(2) The international application is in the English language (35
U.8.C. 361(c), PCT Art. 11(1Xii)).

(3) The international application contains at least the following
elements (PCT Ast. 11(1)(iii)):

(i) Anindication thatitis intended as an international application
(PCT Rule 4.2);

(ii) The designation of at least one Contracting State of the
International Patent Cooperation Union (§ 1.432);

~ (iii) The name of the applicant, as prescribed (note §§ 1.421-
1.424);

(iv) A part which on the face of it appears to be a description; and
(v) A part which on the face of it appears to be a claim.

(c) Payment of the basic portion of the international fee (PCT Rule
15.2) and the transmittal and search fees (§ 1.445) may be made in full
at the time the international application papers required by paragraph
(b) of this section are deposited or within one month thereafter. If the
basic, transmittal and search fees are not paid within one month from
the date of receipt of the international application, applicant will be
notified and given one month within which to pay the deficient fees plus
a late payment fee equal to the greater of:

(1) 50% of the amount of the deficient fees up to a maximum
amount equal to the basic fee, or

(2) an amount equal to the transmittal fee (PFCT Rule 16bis).

The one-month time limit set in the notice to pay deficient feés

may not be extended.

(d) If the paymentneeded to cover the transmitial fee, the basic fee,
the search fee, one designation fee and the late payment fee pursuant to
pezagraph (c) of this section is not timely made, the Receiving Office
will declare the international application withdrawn under PCT Article

14(3)Xa).
(Pagas. (bX(1), (BY3Xii), (c) & (d) amended, pars. (e) deleted, 58 FR 4335,
Jen. 14, 1993, effective May 1, 1993}

THE “INTERNATIONAL FILING DATE"

An international filing date is accorded on the date on which
the international application was received by the receiving
Office or — pursuant to the correction of defects — on a later
date (PCT Articles 11(1) and 11(2)(b) and PCT Rules 20.1, 20.3,
20.4(a), 20.5, and 20.6): in the former case, the international
filing date will be the date on which the international application
was received by the receiving Office; in the latter case, the
international filing date will be the date on which the correction
was received by the receiving Office. Any correction must be
submitted by the applicant within certain time limits, Where all
the sheets pertaining to the same intemational application are
not received on the same day by the receiving Office, in most
instances, the date of receipt of the application will be amended
to reflect the date on which the last missing sheets were
received. As an amended date of receipt may cause the priority
claim to be forfeited, applicants should assure that all sheets of
the application are deposited with the receiving Office on the
same day. For particulars see PCT Rule 20.2.

An all too common occurrence is that applicants will file an
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national of the U.S. before filing in the U.S. Receiving Office.

Where no applicant indicated on the request papers is a resident
or national of the United States, the application is notentitled to
a filing date since the applicant(s) obviously lacks the right (o
file in the U.S. receiving Office. Such applicant is notified

. pursuant 10 PCT Article 11(2)(a) that, at the time of receipt, the

applicant obviously lacked under Article 11(1)(i) the right tofile
based upon residence or nationality. A timely response to such
notice resulis in applicant being accorded a filing date under
Article 11(2)(b) as of the date of the response if applicant
establishes residence or nationality in the United States. See 35

US.C.373.

1812 Elements of the International Application
[R-15])

PCT Anicle 3
The International Applicasion

(1) Applications for the protection of inventions in any of the
Contracting States may be filed as intermnational applications under this
Treaty.

(2) An international application shall contain, as specified in this
Treaty and the Regulations, & request, & description, one or more
claims, one or more drawinge (where required), and an abstract.

(3) The sbatract merely serves the purpose of technicel information

1800 -7
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~ and cmnotbetaken mto accomtforanyotherburpose paﬂxcularly not‘ .

for the purpose of interpreting the scope of the pmtecﬂon sought.
(4) The international application shall: -~
(i) be in a prescribed language;
(ii) comply with the prescribed physical requirements;
(iii) comply with the prescribed requirement of unity of invention;
(iv) be subject to the payment of the prescribed fees.

Any international application must contain the following
elements : request, description, claim or claims, abstractand one
or more drawings (where drawings are necessary for the under-
standing of the invention (PCT Article 3(2) and PCT Article
7(2)). The elements of the international application are to be
arranged in the following order: the request, the description, the
claims, the abstract, and the drawings (PCT Administrative
Instructions, Section 207(a)). All the sheets contained in the
international application must be numbered in consecutive
Arabic numerals by using three separate series of numbers; the
first applying to the request, the second o the description,
claims and abstract, and the third to the drawings (PCT Rule
11.7 and PCT Administrative Instructions Section 207(b)).
Only one copy of the interational application need be filed in
the United States Receiving Office (37 CFR 1.433(@)). The
request is made on a standardized form (Form PCT/R0/101),
copies of which can be obtained from the PTO. Letters request-
ing forms should be addressed “Box PCT.” The “Reguest” form
can now be presented as a computer print-out, The details of a
computer generated Request form are provnded in Administra---

tive Instruction Section 102.

Rev. 15, Aug. 1993
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1817 PCT Member States [R-15]

The following is a list of PCT Member States:

State

(1) Central Africa Republic®

(2) Senegal®

(3) Madagascar

(4) Malawi

(5) Cameroon®

(6) Chad®

(7) Togo®

(8) Gahon®

(9) United States of America

(10) Germany, Federal Republic of°°

(11) Congo®

(12) Switzerland®™ #

(13) United Kingdom °°

(14) France®®

(15) Russian Federation

(16) Brazil

(17) Luxembourg®®

(18) Sweden®®

(19) Japan

(20) Denmark®°®

(21) Austria®

(22) Monaco

(23) Netherlands®®

(24} Romania

(25) Norway

(26) Liechtenstein® #

27y Australia

(28) Hungary

(29) Democratic People’s Republic
-=-"of Korea (North Korea )

(30) Finland

(31) Belgium®°®

(32) Sri Lanka

(33) Mauritania

(34) Sudan

(35) Bulgasia

(36) Republic of Korea (South Korea)

(37) Mali®

(38) Barbados

(39) Italy *°

(40) Benin®

(41) Burkina Faso®

(42) Spain °*° #

(43) Canada

(44) Greecees #

(45) Poland

(463 Céte d'Ivorie®

(4‘{) Czech Republic

Rev. 15, Aug. 1993

Ratification,
Accession

or Declaration

Accession
Ratification
Ratification
Accession
Accession
Accession
Ratification
Accession
Ratification
Ratification
Accession
Ratification
Ratification
Ratification
Ratification
Ratification
Ratification
Ratification
Ratification
Ratification
Ragification
Ratification
Ratification
Accession
Ratification
Accession
Accession
Ratification

Accession
Ratification
Ratification
Ratification
Accession
Accession
Accession
Accession
Accession
Accession
Ratification
Accession
Accession
Accession
Ratification
Accession
Accession
Accession
Declaration

Date of Ratification,

Accession
or Declaration

September 1971
08 March 1972

27 March 1972

16 May 1972

15 March 1973

12 February 1974
28 January 1975
06 March 1975

26 November 1975
19 July 1976

08 August 1977

14 September 1977
24 October 1977
25 November 1977
29 December 1977
09 January 1978
31 January 1978
17 February 1978
01 July 1978

01 September 1978
23 January 1979
22 March 1979

10 April 1979

23 April 1979

01 October 1979
19 December 1979
31 December 1979
27 March 1980

08 April 1980

01 July 1980

14 September 1981
26 November 1981
13 January 1983
16 January 1984
21 February 1984
10 May 1984

19 July 1984

12 December 1984
28 December 1984
26 November 1986
21 December 1988
16 August 1988

02 October 1989
09 July 1990

25 September 1990
30 January 1991

18 December 1992
1800 - 8 )

Date from Which State

May be Designated

01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 197§
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978

01 October 1978

01 December 1978
23 April 1979

22 June 1979

10 July 1979

23 July 1979

01 January 1980
19 March 1980

31 March 1980

27 June 1980

08 July 1980

01 October 1980
14 February 1981
26 February 1982
13 April 1983

16 April 1984

21 May 1984

19 October 1984
19 October 1984
12 Masrch 1985

28 March 1985

26 February 1987
21 March 1989

16 November 1989
02 Januvary 1990
09 October 1990
25 December 1990
30 April 1991

01 January 1993
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| (4®Guinea® Accession  27February1991  27May 1991

Sate - L ‘Rauﬁcauon, DaleofRauﬁcauon, Ly }Datefromwmch Stae cEL
: o “o Accession Accession = May be Designated
or Declaration  or Declaration ,
(49) Mongolia : ~ Accession - 27 February 1991 - 27May 1991
(50) Ireland®>® Ratification 01 May 1992 : 01 August 1992
(51) New Zealand Accession 01 Sepiember 1992 01 Deceinber 1992
(52) Portugal Accession 24 August 1992 24 November 1992
(53) Ukraine Accession 21 September 1992 21 September 1992
(54) Slovak Republic Declaration 30 December 1992 01 January 1993
(55) Viet Nam Accession 10 December 1992 10 March 1993
(56) Niger Accession 21 December 1992 21 March 1993
(57) Kazakhstan Declaration - 16 February 1993 25 December 1991
(58) Belarus Declaration 14 April 1993 25 December 1991
(59) Latvia Accession 07 Jupe 1993 07 September 1993

° Members of Africa Intellectual Property Organization (OAPI) regional patent system. Only regional patent protection is available
for OAPI member states. A designation of any state is an indication that all OAPI states have been designated. Note: only one
designation fee is due regardless of the number of QAP member states designated.

% Members of European Patent Convention (EPC) regional patent system. Either national patents or European patents for member
States are available through PCT, except for Belgium, France, Greece, Ireland, Italy and Monaco, for which only European patents
are available if the PCT is used. Note: only one PCT designation fee is due if European patent protection is sou ght for one, several
or all EPC member countries.

#Not bound by Chapter I1. It should be noted that if Switzerland, Liechtenstein, Greece or Spain, is designated for a European Patent
together with at least one other State party to the European Patent Convention which is bound by Chapter I1 of the PCT, the 30 month
time limit for entry into the regional phase before the European Patent Office under PCT Article 39(1) applies also with respect to
Switzerland, Liechtenstein, Greece or Spain, if the other State has been elected prior to 19 months from the priority date. =
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1817.01
1817.01 Designation of States and Precautionary
Designations [R-15]

37 CFR 1.432 Designation of States and payment of designation fees..

(a) The designation of States including an indication that applicant
wishes to obtain aregional patent, where applicable, shall appear in the
Request upon filing and must be indicated as set forth in PCT Rule 4.9
and section 115 of the Administrative Instructions. Applicant must
specify at least one national or regional designation on filing of the
international application for a filing date to be granted.

(b) If the fees necessary to cover all the national and regional
designations specified in the Request are not paid by the applicant
within one year from the priority date or within one month from the date
ofreceipt of the international application if that month expires after the
expiration of one year from the priority date, applicant will be notified
and given one month within which to pay the deficient designation fees
plus a late payment fee equal to the greater of 50% of the amount of the
deficient fees up to 2 maximum amount equal to the basic fee, or an
amount equal to the transmittal fee (PCT Rule 16bis). The one-month
time limit set in the notification of deficient designation fees may not
be extended. Failure to timely pay at least one designation fee will
result in the withdrawal of the international application. The one
designation fee may be paid: '

(1) within one year from tbe priority date,

(2) within one month from the date of receipt of the international
application if that month expires after the expiration of one year from
the priority date, or '

(3) with the late payment fee defined in this paragraph within the
time set in the notification of the deficient designation fees. If after a
notification of deficient designation fees the applicant makes timely
payment, but the amount paid is not sufficient to cover the late payment
fee and all designation fees, the Receiving Office will, after allocating
payment for the basic, search, transmittal and late payment fees,
allocate the amount paid in accordance with PCT Rule 16bis.1(c) and
withdraw the unpaid designations. The notification of deficient desig-
nation fees pursuant to this paragraph may be made simultaneously
with any notification pugsuant to § 1.431(c).

(c) On filing the intemational application, in addition to specifying
at least one national or regional designation under PCT Rule 4.9(a),
applicant may also indicate under PCT Rule 4.9%(b) that all other
designations permitted under the Treaty are made. The latter indication
under PCT Rule 4.9(b) must be made in a statement on the Request that
any designation made under this paragraph is subject to confirmation
(PCT Rule 4.9(c)) not later than the expiration of 15 months from the
priority date by:

(1) Filing a written notice with the United States Receiving Office
specifying the national and/or regional designations being confirmed;

(2) Paying the designation fee for each designation being con-
firmed; and

(3) Paying the confirmation fee specified in § 1.445(a)(4).

Unconfirmed designations will be considered withdrawn, If the
amount submitted is not sufficient to cover the designation fee and the
confirmation fee for each desigaation being confirmed, the Receiving
Office will allocate the amount paid in accordance with any priority of
designations specified by applicant. If applicant does not specify any
priority of degignations, the allocation of the amount paid will be made
in accordance with PCT Rule 16bis.1(c).

{Pazus. (a), (b) amended and pass. (c) added, 58 FR 4335, Jan. 14, 1993,
effective May 1, 1993]

The designation of States is the indication, in Box No. V of
the request (except in the last sub-box of that Box), of specific

-
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Contracting States in or for which the applicant is seeking
protection for his invention. Such a designation is called a
“specific” designation, as distinct from the “precautionary”
designations. Designations for the purpose of obtaining national
patents are effected by indicating each Contracting State con-
cerned. On the printed form, this is accomplished by marking
the appropriate check-boxes next to the names of the States.
Where the applicant is seeking a European patent (for the States
party to the European Patent Convention) or an OAPI patent, the
check-box “European Patent” or the check-box “OAPI Patent™
must be marked. Switzerland and Liechtenstein cannot be
designated independently of each other.

Belgium, France, Greece, Italy, Monaco, and Ireland can be
designated only for a European Patent since only a European
patent (and not a national patent) can be obtained via the PCT
route for those countriecs. Where any of the other States for
which both a national and a European patent are available is
designated twice in the same application, namely for national
protection and for a European patent, the application is treated
in the international phase as an application for a national patent
in that State and also as an application for a European patent with
effect for that State.

All designations must be made in the international applica-
tion on filing; none may be added later. However, there is a
safety net designed o protect applicants who make mistakes or
omissions among the specific designations, by way of making
a “precautionary” designation of all other States which have not
been specifically designated in the Reguest whose designation
would be permitted under the Treaty.

In addition to specific designations described above, the
applicant may, under PCT Rule 4.9(b), indicate in the request
that all designations which would be permitted under the PCT
are also made, provided that at least one specific designation is
made and that the request also contains a statement relating to
the confirmation of any precautionary designations so made.
That statement must declare that any such designation is subject
to confirmation (as provided in Rule 4.9(c)), and that any such
designation which is not so confirmed before the expiration of
15 months from the priority date is to be regarded as withdrawn
by the applicant at the expiration of that time limit.

Precautionary designations are effected in practice by in-
cluding the necessary statementin the last sub-box of Box No. V
of the request (the statement is set out in the printed request
form), Since the precautionary designations are designed par-
ticulasly to enable applicants o correct omissions and mistakes
in the original list of specific designations, it is strongly recom-
mended that applicants make the precautionary designations
indication (by leaving the pre-printed statement in the printed
form, if that form is used) unless there is a particular reason for
doing otherwise. The request form makes provision for the
applicant to omit designations if that is desired. It should be
noted that no fees are payable in respect of precantionary
designations except where the applicant later decides to confirm
them.
Precautionary designations will be regarded as withdrawn
by the applicant unless they are confirmed, but the applicant is
not obliged to confirm them. The precautionary designation
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procedure enables the applicant to make, in the request, all
designations permitted by the PCT in addition to those made
specifically. For this purpose, the request must also contain a
statement that any precautionary designations so made are
subject to confirmation as provided in Rule 4.9(c) and that any
designation which is not so confirmed before the expiration of
15 months from the priority date is to be regarded as withdrawn
by the applicant at the expiration of that time limit. Noting that
the confirmation of designations is entirely at the applicant’s
discretion, no notification is sent to the applicant reminding him
or her that the time limit for confirming precautionary designa-
tions is about to expire. Applicants are cautioned that in order for
the confirmation of a designation of the U.S. to be valid, the
inventor must have been named in the application papers as
filed, 37 CFR 1.421(b).

APPLICANT FOR PURPOSES OF EACH
DESIGNATION

Where there is but a single applicant, the right to file an
international application and to designate contracting states or
regions (EP or OAPI) exists if the applicant is a resident or
national of a contracting state. The applicant can be an indi-
vidual, corporate entity or other concern. If the United Saates is
to be designated, it is particularly important to note that the
applicant must also be the inventor.

In the case where there are several applicants who are
different for different designated states, the right to file an
international application and to designate contracting states or
regions (EP or OAPT) exists if at least one of them is a resident
or national of a contracting state. If the United States is to be
designated, it is important (o note that the applicant must also be
the inventor. If the inventor is not also the applicant, the
designation of the United States is invalid.

. 1817.02 Continuation or Continuation-in-Part

Indication in the Request [R-15]

PCTRule 4
The Reguest (Contenss)

L2

4 .14 Continuation or Continuasion-in-Part

If the applicant wishes his international application to be weated, in
any designated State, as an application for s continuation or & continu-
ation-in-part of an easlier application, he shall g0 indicate in the request
and shall identify (be perent application involved.

“eeBe

Box No. V and the Supplemental Box of the Request form
should be used where the applicant has an earlier application in
a country designated in the international application and where
special title or treatment of the international application is
desired. For example, if the applicant has a pending United
States application, the international application could contain
additional subject matter and be treated as a continuation-in-

" partin the United States, if the United States is designated in the

international application (PCT Rule 4.14). In this example, the
entries to be placed in Box No. V would be as follows: “United
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States of America; continuation-in-part; and in the Supplemen-
tal Box, an entry such as “Continuation of Box No. V, Parent
application for U.S. designation: United States of America, 20
May 1981, 222,222" identifying the earlier pending application
should be inserted.

1819 Earlier International or International-Type
Search [R-15]

PCT Rule 4

Request (Contents)
HR

4.11 Reference to Earlier Search .

If an international or international-type search has been requested
on an application under Article 15(5) or if the applicant wishes the
International Searching Authority to base the international search
report wholly or in part on the results of a search, other than an
international or international-type search, made by the national Office
orintergovernmental organization which is the International Searching
Authority competent for the international application, the request shall
contain & reference to that fact. Such reference shall either identify the
application (or its translation, as the case may be) in respect of which
the earlier search was made by indicating country, date and number, or
the said search by indicating, where applicable, date and number of the
request for such search.

‘ RRKERE

Certain International Searching Authorities refund part or
all of the international search fee or reduce the amount of the. .,
international search fee where the international search can be
based wholly or partly on an earlier search (whether an interna-
tional, intemational-type, or other search) made by them. The
United States provides for a reduced search fee where there is a
corresponding prior U.S. national application.

Where the earlier search by the Intenational Searching
Authority was made in relation to a national, regional (for
instance, European) or international application, that applica-
tion must be identified in Box No. VII of the request by an
indication of the country of filing (or the European Patent
Office), and the number and filing date of that application. Note
that, if the earlier search was made on the basis of a translation
of that application into a language other than that in which the
application was filed, that translation must also be identified in
Box No. VII. Where the earlier search was made independently
of apatent granting procedure (for instance, a standard search by
the European Patent Office), a reference must be made to the

date of the request for that search and the number given to the

request by the International Searching Authority.

The United States Patent and Trademark Office performs an
international-type search on all U.S. national applications filed
on and after 01 June 1978. No specific request by the applicant
is required and no number identifying the international-type
search is assigned by the Office. All earlier U.S. applications
referred o in Box No. VI and Box No. VII as well as all U.S.
applications refesred to in separate transmittal letters will be
considered by the Office. See 37 CFR 1.104(c) and (d). The
forms to be used for recording an international-type search can
be obtained from the International Division.

Box No. VII should be used to identify relaied international
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applications whether o notpriority of thatapplicationis claimed.

1820 Signature of Applicant [R-15]

" PCT Rule 4

Regquest (Contents)
LR ]

4.15 Signature

(a) Subject to paragraph (b), the request shall be signed by the
applicant or, if there is more than one applicant, by all of them.

(b) Where two or more applicants file an international application
which designates a State whose national law requires that national
applications be filed by the inventor and where an applicant for that
designated State who is an inventor refused to sign the request or could
not be found or reached after diligent effort, the request need not be
signed by that applicant if it is signed by at least one applicant and a
statement is furnished explaining, to the satisfaction of the receiving
Office, the lack of the signature concerned.

) b2 2224

SIGNATURE OF APPLICANT OR AGENT

-The international application must be signed in Box No. IX
of the request by the applicant, or, where there are two Of more
applicants, by all of them. Subject to certain conditions, the
request may be signed by the agent instead of the applicant(s).

The international application may be signed by an agent, but
in that case the agent must be appointed as such by the applicant
in a separate power of attorney signed by the applicant. If there
are two of more applicants, the request may be signed by an
agenton behalf of all or only some of them; in that case the agent
must be appointed as such in one or more powers of attorney
signed by the applicants on whose behalf the agent signs the
application. Where a power of attorney appointing an agent who
signs an international application is missing, the signature is
treated as missing until the power of attorney is submitted.

The signature should be executed in black indelible ink, The
name of each pesson signing the international application should
be indicated (preferably typewritten) next to the signature.
Where the person signs on behalf of a legal entity, the capacity
in which be signs should also be indicated.

Where an applicant is temporarily unavailable, the interna-
tional application can be filed without his or her signature. The
lack of an applicant’s signature or of a signed power of attorney
is a correctable defect under Asticle 14(1)(a)(i) and (b), and can
be remedied by filing a copy of the request (or, where the request
has been signed by an agent, of a power of attorney) duly signed
by the applicant within the time limit fixed by the receiving
Office for the correction of this defect.

APPLICANT-INVENTOR UNAVAILABLE OR UNWILL-
ING TO SIGN THE INTERNATIONAL APPLICATION
OR OTHER DOCUMENTS

The PCT provides a special proceduse, where two or more
applicants file an international application designating the United
States of America, which enables the international application
to proceed if an applicant-inventor for the United States of
America refuses to sign or cannot be found or reached after
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- diligenteffort. This procedure makes an exception to the general

rule that all applicants must sign the request (ora separate power

of attorney appointing an agent who then signs the request). Its -

operation is limited to signature of the request by applicants for
the purposes of the designation of a State whose national law
requires that national applications be filed by the inventor (the
United States of America is the only Contracting State to have
such a requirement in its national law).

It is provided by Rule 4.15(b) that, where an applicant—
inventor for the designation of the United States of America
refused to sign the request or could not be found or reached after
diligent effort, the request need not be signed by that applicant—
inventor if it is signed by at least one applicant and a statement
is Turnished explaining, to the satisfaction of the receiving
Office, the lack of the signature concemed. If such a statement
is furnished to the satisfaction of the receiving Office, the
international application complies with the requirements of
Article 14(1)(a)Xi) for the pusposes of all designated States
(including the United States of America) without adverse con-
sequences in the international pbase. However, additional
proofs may be required by the United States Patent and Trade-
mark Office after entry into the national phase if the required
oath or declaration by the inventor is not signed by all the
applicant—-inventors.

The lack of a signature constitutes a defect under
Article 14(1)aXi), and the statement must thus be filed within
the time limit set by the receiving Office for correction of such

defectsin accordance with Article 14(1)(b) and Rule 26.2. That -

time limit is fixed, in each case, in the invitation by the receiving
Office to correct any defects under Article 14(1)(a); the time
limit must be reasonable under the circumstances, must be not
less than 1 month from the date of the invitation, and may be
extended by the receiving Office at any time before a decision
is taken under Rule 26.

if the request lacks the signature of an applicant-inventor for
the United States of America and a satisfactory statement cannot
be furnished for the pusposes of Rule 4.15(b), the international
application will be considered withdrawn. The Receiving Of-
fice will issue a declaration of withdrawal.

Provisions similar to Rule 4.15(b) apply to excuse a lack of
signature by an applicant-inventor for the United States of
America of certain other documents connected with the interna-
tional application, provided thata similar statement is furnished
explaining the lack of signature to the Office or Authority
concerned. These documents are the Demand, any notice of a
later election, and a notice of withdrawal of the international
application, a designation, a priority claim, or an election. Note,
however, that the signatures of all the applicants are not required
for all of those documents—for example, the Demand may be
signed by the common representative (including an applicant
who is considered (0 be the common representative.

PCT Rule 4.15(b) is implemented in the United States
through 37 CFR 1.425, which provides:

37 CFR 1.425 Filing by other than inventor. )

(&) If & joint inventor refuses 1o join in an international application
which designates the United States of America or cannot be found or
reached afier diligent effort, the intemational application which desig-
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nates the United States of America may be filed by the other inventor
on behalf of himself or berself and the omitted inventor. Such an
international application which designates the United Statesof America
must be accompanied by proof of the pertinent facts and must state the
last known address of the omitted inventor. The Patent and Trademark
Office shall forward notice of the filing of the international application
to the omitted inventor at said address.

(b) Whenever an inventor refuses o execute an international
application which designates the United States of America, or cannot
be found or reached after diligent effort, a person to whom the inventor
has assigned or agreed in writing to assign the invention or who
otherwise shows sufficient proprietary interest in the matter justifying
such action may file the international application on behalf of and as
agent for the inventor. Such an international application which desig-
nates the United States of America, must be accompanied by proof of
the pertinent facts and a showing that such action is necessary to
preserve the rights of the pasties or to prevent irreparable damage, and
must state the last known address of the inventor. The assignment,
written agreement to assign or other evidence of proprietary interest, or
a verified copy thereof, must be filed in the Patent and Trademark

) Office. The Office shall forward notice of the filing of the application

to the inventor a¢ the address stated in the application.

Where there are joint inventors other than the non-signing
inventor-applicant, the available joint inventors should sign the
reguest form on behalf of themselves and the non-signing
inventor. Where a sole inventor or all of the joint inventors
refuse to sign the request or cannot be located, a person who
demonstrates a sufficient proprictary interest in the subject
matter may make the application on behalf of the non-signing
inventor(s). In both instances, the application must be accompa-
nied by sufficient proof that the non-signing inventor(s) either
refuse (o sign or cannot be located after diligent effort. Such
proof should take the form of verified statements by persons
with first hand knowledge of the pertinent facts. The last known
address of the non-signing inventor must be given. Under 37
CFR 1.425(b), proof of the requisite proprietary interest must be

- filed and a showing must be made that such action is necessary

to preserve the rights of the parties.
APPLICANT-INVENTOR DECEASED

37 CFR 1.422 VWhen the inventor is dead.

In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased inventor may file an
international application which designates the United States of America.

Proof of the autharity of the legal representative must be
filed. Such proof normally takes the form of & certificate of the
clerk of a competent court or the register of wills that the legal
representative’s appointment is still in full force and effect.
Such centificate should be signed by an officer and authenticated
by the seal of the court by which the same was issued. If the
certificate is not in the English language, an English translation
is also required. In the case of foreign executors or administra-
tors, a consular officer of the United States or a notary public
from a member country to the Hague Convention Abolishing
the Requirement of Legalization for Foreign Public Documents
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must authenticate the signature of the foreign officer attesting to
the papers submitted as proof of authority. See MPEP §409 01(b)
and § 602.04.

1821 The Request [R-15]

A general overview of certain aspects of the request follows.

37 CFR 1.434 The request.

(a) The request shall be made on a standardized form (PCT Rules
3 and 4). Copies of printed Request forms are available from the Patent
and Trademark Office. Letters requesting printed forms should be
marked ‘Box PCT.”

(b) The Check List portion of the Request form should indicate
each document accompanying the intemational application on filing.

(c) All information, for example, addresses, names of States and
dates, shall be indicated in the Reqguest as required by PCT Rule 4 and
Administrative Instructions 110 and 201.

(d) International applications which designate the United States of
America shall include:

(1) The name, address and signature of the inventor, except as
provided by §§ 1.421(d), 1.422, 1.423 and 1.425;

(2) A reference to any copending national application or interna-
tional application designating the United States of America, if the
benefit of the filing date for the prior copending application is to be
claimed.

[Paza. () nmendcd 58 FR 4335, Jan. 14, 1993, effective May 1, 1993)

The request must either be made on a printed.foml.to.be. -
filled in with the required indications or be presented as a
computer print-out complying with the Administrative Instruc-
tions. Any prospective applicant may obtain copies of the
printed request form, free of charge, from the receiving Office
with which be/she plans to file his/her international application,
or from the International Bureau. Details of the requirements for
the request if presented as a computer print-out are set out in
Administrative Instructions Section 102(h).

The request contains a petition for the international applica-
tion (o be processed according to the PCT and must also contain
certain indications. It must contain the title of the invention. It
must identify the applicant, (normally) the inventor, and the
agent (if any), and must contain the designation of at least one
Contracting State. The request must contain an indication of
any wish of the applicant's to obtain a European patent rather
than, or in addition to, anational patent in respect of a designated

State.

DATES

Each date appearing in the international application orin any
correspondence must be indicated by the Arabic number of the
day, the name of the month and the Arabic number of the year,
in that order. In the request, after, below or above thatindication,
the date should be repeated in parentheses with a two-digit
Arabic numeral each for the number of the day, the number of
the month and the last two figures of the year, in that order and
separated by periods, for example: 10 June 1986 (10.06.86).

Any prospective applicant may obtain English language
Request forms free of charge from the United States Patent and
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Trademark Office, Box PCT, Washington, D.C. 20231. The
Request may not contain any matter that is not specified in PCT
Rule 4. Any additional material will be deleted ex officio
(Administrative Instruction Section 303). -

SUPPLEMENTAL BOX

This box is used for any material which cannot be placed in
one of the previous boxes because of space limitations. The
supplemental information placed in this box should be clearly
entitled with the Box number from which it is continued, e.g.,
"Continuation of Box No. IV."

FILE REFERENCE

The applicant or his/her agent may indicate a file reference
in the box provided for the purpose on the first sheet of the
request form, on each page of the other elements of the interna-
tional application, on the first sheet of the demand form, and in
any other correspondence relating to the international applica-
tion, The file reference may be composed éither of letters of the
Latin alphabet or Arabic numerals, or both. It may notexceed 12
characters. The receiving Office, the International Bureau, the
Intemnational Searching Authority and the International Pre-
liminary Examining Authority will use the file reference in
correspondence with the applicant.

TITLE OF THE INVENTION

The Request must contain the title of the invention; the title
must be short (preferably 2 to 7 words) and precise (PCT Rule
4.3). The title in Box No. [ of the Request is considered to be the
title of the application. The title appearing on the first page of the
description (PCT Rule 5.1(a)) and on the page containing the
abstract should be consistent with the title indicated in Box No.
I of the Request form.

A title should not be changed by the examiner merely
because it contains words which ase not considered descriptive
of-the invention. Words, for example, such as "improved” or
"improvement of” are acceptable. If the title is otherwise not
descriptive of the invention, a change io a more descriptive title
should be made and the applicant informed theseof in the Search
feport.

Where the title is missing or is inconsistent with the title in
the description, the Receiving Office invites the applicant to
correct the missing or inconsistent title,

APPLICANT

Any resident or national of a Contracting State may file an
international application, Where there are two or more appli-
carits, at least one of them must be 2 national or a resident of a
PCT Contracting State.

The question whether an applicant is a resident or national
of a Contracting State depends on the national law of that State
and’is decided by the receiving Office. Also, possession of areal
and effective industrial or commercial establishment in a Con-

Rey. 15, Aug. 1993

MANUAL OF PATENT EXAMINING PROCEDURE

tracting State may be considered residence in that State, anda
legal entity constituted according to the national law of a -
Contracting State is considered a national of that State, '

The applicant must be identified by the indication of his/her
name and address and by marking next to that indication, the
check-box "This person is also inventor” in Box No. II, or
"applicant and inventor" in Box No. III, where the applicant is
also the inventor or one of the inventors, or the check-box
“applicant only" where the applicant is not the inventor or one
of the inventors. Where the applicant is a corporation or other
legal entity (that is, not a natural person), the check-box "appli-
cant only” must be marked. The applicant's nationality and
residence must also be indicated.

NAMES

The names of a natural person must be indicated by the
family name followed by the given name(s). Academic degrees
or titles or other indications which are not part of the person's
name must be omitied. The family name should preferably be
written in capital letiers.

The name of a legal entity must be indicated by its full
official designation (preferably in capital letters).

- ADDRESSES

Addresses must be indicated in such a way as to satisfy the

requirements for prompt postal delivery at the address indicated -~ -

and must consist of all therelevant administrative units up toand
including the house number (if any), The address must also
include the country.

1823 The Description [R-15)

PCT Aricle 5
The Description

The description shall disclose the invention in a manner suffi-
ciently clear and complete for the invention to be carried out by aperson
gkilled in the art.

PCTRule 5
‘The Description

5.1 Manner of the Description
(8) The description shall first state the title of the invention as
appearing in the request and shall:

(i) specify the technical field to which the invention relates;

(if) indicate the background art which, as far as known to the
applicant, can be regarded as useful for the understanding, searching
and examination of the invention, and, prefesably, cite the documents
reflecting such ast;

(iii) disclose the invention, as claimed, in such terms that the
technical problem (even if not expressly stated as such) and its solution
can be understood, and staie the advantageous effects, if any, of the
invention with reference to the background ast; -

(iv) briefly describe the figures in the drawings, if any;

(v) set forth at least the best mode contemplated by the applicant
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for casrying out the invention claimed; this shall be done in terms of
examples, where appropriate, and with reference to the drawings, if
any; where the national law of the designated State does not require the

description of the best mode but is satisfied with the description of any

mode (whether it is the best contemplated or not), failure to describe the
best made contemplated shall have no effect in that State;

(vi)indicate explicitly, when itis not obvious from the description
or nature of the invention, the way in which the invention is capable of
exploitation in industry and the way in which it can be made and used,
or, if it can only be used, the way in which it can be used; the term
“industry” is to be understood in its broadest sense as in the Paris
Convention for the Protection of Industrial Property.

(b} The manner and order specified in paragraph (a) shall be
followed except when, because of the nature of the invention, &
different manner or a different order would resuit in a better under-
standing and a more economic presentation.

(c) Subject to the provisions of paragraph (b), each of the parts
referred to in paragraph (a) shall preferably be preceded by an appro-
priate beading 25 suggested in the Administrative Instructions.

L2 2214
PCT Administrative Instruction Section 204
Headings of the Parts of the Description

The headings referred to in Rule 5.1(c) should be as follows:

(i) for matter referred to in Rule 5.1(a)(i), “Technical Field";

(ii) for matter referred to in Rule 5.1(a)(ii), ‘Background Art™;

(iif)for matter referved to in Rule 5.1(a)(iii), “Disclosure of Inven-
ﬁon";

(iv)for matter referred to in Rule 5.1(a)(iv), “Brief Description of
Drawings’;

(v) for matier referred to in Rule 5.1(a)(v), “Best Mode for Carry-
ing Out the Invention,” or, where appropriate, “Mode(s) for Carrying
Out the Invention";

(vi) for matter referred to in Rule 5.1(a){vi), “Industrial Applicabil-
fey.”

PCT Administrasive Instruction Section 209
Indications as 1o Deposited Microorganisms on a Separate Sheet

(2) To the extent that any indication with respect to a deposited
microorganism is not contained in the description, it may be given on
a separate sheet. Where any such indication is so given, it shall
preferably be on Form PCT/RO/134 and, if furnished at the time of
filing, the said Form shall, subject to paragraph (b), preferably be
attached to the request and referred o in the check list referred to in
Rule 3.3(a)(ii).

(b) For the pusposes of the Japanese Patent Office when Japan is
designated, paragraph () applies only to the extent that the gaid Porm
or sheet is included as one of the sheets of the description of the
international application &t the time of filing.

37 CFR 1.435 The descripsion.

(a) Requirements as to the content and form of the description are
set forth in PCT Rules §, 9, 10 and 11 and Administrative Instruction
204, and shall be edbered to.

{b) Ins international epplications designating the United States the
description must contain upon filing an indication of the best mode
contemplated by the inventor for carrying out the claimed invention.

The description must disclose the invention in 2 manner
sufficiently clear and complete foritto be camied out by aperson
skilled in the art. It must start with the titie of the invention as
appearing in Box No. I of the request. Rule § contains detailed
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frequirements as to the “manner and order” of the description,
which, generally, should be in six parts. Those parts should have
the folowing headings: “Technical Field,” “Background Art,”
“Disclosure of Invention,” “Brief Description of Drawings,”
“BestMode for Carrying Out the Invention” or, where appropri-
ate , “Mode(s) for Carrying Out the Invention,” and “Industrial
Applicability.”

The details required for the disclosure of the invention so
that it can be carried out by a person skilled in the artdepend on
the practice of the national Offices. Itis therefore recommended
that due account be taken of national practice in the United
States of America when the description is drafted. The need to
amend the description during the national phase may thus be
avoided.

This applies likewise to the need to indicate the “best mode
for carrying out the invention.” If at least one of the designated
Offices requires the indication of the “best mode” (for instance,
the United States Patent and Trademark Office), that best mode
must be indicated in the description.

A description drafted with due regard to what is said in these
provisions will be accepted by all the designated Offices. It
might require more care than the drafting of a national patent
application, but certainly much less effort than the drafting of
multiple applications, which is necessary where the PCT route

is not used for filing in several countries.

1823.01 Reference to Deposited Microoréénism -
[R-15])

PCT Rule 13bis
Microbiological inventions

13bis.1 Definition

For the purposes of this Rule, “reference to & deposited microor-
ganism" means particulars given in an international application with
respect to the deposit of 2 microorganism with a depositary institution
or to the microorganism so deposited.

13bis.2 References (General)

Any reference to a deposited microorganism shall be made in
accordance with this Rule and, if so made, shall be considered as
satisfying the requirements of the national law of each designated State.

13bis.3 References: Contenes; Failure to Include Reference or Indica-
tion
(8) A reference to a deposited microorganism shall indicate,
(i) the name and address of the depositery institution with which
the deposit was made;
(ii) the date of deposit of the microorganism with that institution,;
(iii) the accession number given to the deposit by that institution;
and
(iv) any additional matter of which the International Bureau has
been notified pursuant to Rule 13bis.7(a)i), provided that the require-
ment to indicete that matter was published in the Gazetie in accordance
with Rule 13bis.7(c) at least two monthe before the filing of the
internetional application.
(b) Failure to include a reference (0 a deposited microorganism or
failure to include, in & reference to & deposiled microorganism, an
indication in accordance with peragraph (a), shall have noconsequence
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in any designated State whose national law does not require such
reference or such indication in a national application.

13bis.4 References: Time of Furnishing Indications

If any of the indications referred toin Rule 13bis.3(a)is not included
in a reference to a deposited microorganism in the international
application as filed butis furnished by the applicant to the International
Bureau within 16 months after the priority date, the indication shall be
considered by any designated Office to have been furnished in time
unless its national law requires the indication to be furnished at an
earlier time in the case of a national application and the International
Bureau has been notified of such requirement pursuant to Rule
13bis.7(a)(ii), provided that the International Bureau has published
such requirement in the Gazette in accordance with Rule 13bis.7(c) at
least two months before the filing of the international application. In the
event that the applicant makes a request for early publication under
Arsticle 21(2)(b), however, any designated Office may consider any
indication not furnished by the time such request is made as not having
been furnished in time. Irrespective of whether the applicable time limit
under the preceding sentences has been observed, the International
Bureau shall notify the applicant and the designated Offices of the date
onwhich it has received any indication notincluded in the international
application as filed. The International Bureau shali indicate that date in
the international publication of the international application if the
indication has been furnished to it before the completion of technical
preparations international publication.

13bis.5 References and Indications for the Purposes of Ondor More
Designated States; Different Deposits for Different Designated States;
Deposits with Depositary Institutions Other Than Those Notified

(2) A reference to a deposited microorganism shall be considered
to be made for the purposes of all designated States, unless it is
expressly made for the purposes of certain of the designated States
only; the same applies to the indications included in the reference.

(b} References to different deposits of the microorganism may be
made for different designated States.

(¢) Any designated Office shall be entitled to disregard a deposit
made with a depositary institution other than one notified by it under
Rule §3bis.7(b).
13bis.6 Furnishing of Samples

{c} Where the international application containg & reference to a
deposited microorganism, the applicant shall, upon the request of the
International Searching Authority or the International Preliminary
Examining Authbority, authorize and assure the furnishing of a sample
of that microorganism by the depositary institution to the said Author-
ity, provided that the said Authority bas notified the International
Bureau that it may require the fumishing of samples and that such
samples will be used solely for the purposes of intemational search or
international preliminary examinstion, as the case may be, and such
notification has been published in the Gazette.

(b) Pussuant to Asticles 23 and 40, no furnishing of samples of the
depogited microoeganism (o which a reference is made in an interna-
tional application shall, except with the authorization of the applicant,
take place before the expiration of the applicable time limits after which
national processing may start under the said Asticles. However, where
the applicant performs the acts referred to in Articles 22 or 39 after
international publication but before the expiration of the said time
limits, the furnishing of samples of the deposited microorganism may
take place, once the said acts have been performed. Notwithstanding
the previous provision, the furnishing of samples of the deposited
miercorganism may take place under the national law applicable for
any designated Office a2 soon as, under that law, the international

-
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publication has the effects of the compulsory national pubhcauon of an
unexamined national application.

13bis.7 National Requirements: Notification and Publication

(a) Any national Office may notify the International Bureau of any
requirement of the national law,

(i) that any matter specified in the notification, in addition to those
referred to in Rule 13bis.3(a)(1), (ii) and (iii), is required to be included
in a reference to a deposited microorganism in a national application;

(ii) that one or more of the indications referred to in Rule
13bis.3(e) are required to be included in a national application as filed
or are required to be furnished at a time specified in the notification
which is earlier than 16 months after the priority date.

(b) Eachnational Office shall notify the International Bureauof the
depositary institutions with which the national law permits deposits of
microorganisms to be made for the purposes of patent procedure before
that Office or, if the national law does not provide for or permit such
deposits, of that fact,

(c) The International Bureau shall promptly publish in the Gazette
requirements notified to it under paragraph (2) and information notified
to it under paragraph (b).

PCT Administrative Instruction Section 209
Indications as to Deposited Microorganisms on a Separate Sheet

(a) To the extent that any indication with respect to a deposited
microorganism is not contained in the description, it may be given on
a separate sheet. Where any such indication is so given, it shall
preferably be on Form PCT/RO/134 and, if furnished at the time of
filing, the said Form shall, subject to paragraph (b), preferably be
attached to the request and referred to in the check list referred to in
Rule 3.3(a)ii).

(b) For the purposes of the Japanese Patent Office when Japan is
designated, paragraph (a) applies only to the extent that the said Form
or sheet is included as one of the gheets of the description of the

international application at the time of filing.

REFERENCES TO DEPOSITED MICROORGANISMS IN
THE CASE OF MICROBIOLOGICAL INVENTIONS

The PCT does not require the inclusion of a reference to a
microorganisin and/or toits deposit with adepositary institution
in an international application; it merely prescribes the contents
of any “reference t0 a deposited microorganism™ (defined as
“particulars given ... withrespectto the deposit of amicroorgan-
ism ... of to the thicroorganism so deposited”) which is included
in an international application, and when such a reference must
be furnished. It follows that the applicant may see aneed tomake
such a reference only when it is required for the puspose of
disclosing the invention claimed in the international application
in a manner sufficient for the invention o be carried out by a
person skilled in the art—that is, when the law of at least one of
the designated States provides for the making, for this purpose,
of a reference to a deposited microorganism if the invention
involves the vse of a microorganism that is not available to the
public. Any reference to a deposited microorganism furnished
separately from the description will be included in the pamphlet
containing the published international application.

A reference to a deposited microorganism made in accor-
dance with the requirements of the PCT must be regarded by
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each of the designated Offices as satisfying the requirements of
the national law applicable in that Office with regard to the

contents of such references and the time for furnishing them.

A reference may be made for the purposes of all designated
States or for one or only some of the designated States. A
reference is considered to be made for the purpose of all
designated States unless it is expressly made for certain desig-
nated States only. References to different deposits may be made
for the purposes of different designated States.

There are two kinds of indication which may have to be
given with regard to the deposit of the microorganism, namely:

(a)indications specified in the PCT Regulations themsel ves;
and

(b) additional indications by the national (or regional) Of-
fice of (or acting for) a State designated in the international
application and which have been published in the PCT Gazetie;
these additional indications may relate not only to the deposit of

. the microorganism but also to the microorganism itself.

The indications in the first category are:

(i) the name and address of the depositary institution with
which the deposit was made;

(ii) the date of the deposit with that institution; and

(iii) the accession number given to the deposit by that
institution.

U.S. requirements include the name and address of the
depository institution at the time of filing, the date of the deposit
or astatement that the deposit was made on or before the priority
date of the international application and, to the extent possible,
a taxonomic description of the microorganism. See Annex L of
the PCT Applicants Guide.

The national laws of some of the national (or regional)
Offices require that, besides indications conceming the deposit
of a microorganism, an indication be given concerning the
microorganism itself, such as, for example, a short description
of its characteristics, at least to the extent that this information

. isavailable to the applicant. These requirements must be met in

the case of international applications for which any such Office
isadesignated Office, provided that the requirements have been
published in the PCT Gazetie. Annex L of the PCT Applicant’s
Guide indicates, for each of the national (or regional) Offices,
the requirements (if any) of this kind which have been pub-
lished. .

If any indication is not included in a reference (o a deposited
microorganism contained in the intemational application as
filed, it may be furnished to the International Bureau within
16 months after the priority date unless the International Bureau
has been notified (and, at least 2 months prior to the filing of the
international application, it has published in the PCT Gazette)
that the national law requires the indication to be furnished
earlier. However, if the applicant makes a request for early
publication, all indications should be furnished by the time the
request is made, since any designated Office may regard any
indication not furnished when the request is made as not having

. been furnished in time,

No check is made in the international phase (0 determine
whether a reference has been fusnished within the prescribed
time limit, However, the International Bureau notifies the
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designated Offices of the date(s) on which indications, not
included in the international application as filed were furnished
to it. Those dates are also mentioned in the pamphlet containing
the published international application. Failure to include a
reference to a deposited microorganism (or any indication
required in such a reference) in the international application as
filed, or failure to furnish it (or the indication) within the
prescribed time limit, has no consequence if the national law
does not require the reference (or indication) to be furnished in
a national application. Where there is a consequence, it is the
same as that which applies under the national law.

To the extent that indications relating to the deposit of a
microorganism are not given in the description, because they are
furnished later, they may be given in the “optional sheet”
provided for that purpose. If the sheet is submitted when the
international application is filed, a reference to it should be
made in the check list contained on the last sheet of the request
form. Should Japan be designated, such a sheet must, if used, be
included as one of the sheets of the description at the time of
filing; otherwise the indications given in it will not be taken into
account by the Japanese Patent Office in the national phase. If
the sheet is furnished to the International Bureau later, it must be
enclosed with a letter.

Each national (or regional) Office whose national law pro-
vides for deposits of microorganismns for the purposes of patent
procedure notifies the International Bureau of the depositary
institutions with which the national law permits such déposits to
be made. Information on the institutions notified by each of
those Offices is published by the International Bureau in the
PCT Gazette.

A reference to a deposit cannot be disregarded by a desig-
nated Office for reasons pertaining to the institution with which
the microorganism was deposited if the deposit referred to is one
made with a depositary institution notified by that Office. Thus,
by consulting the PCT Gazetie or Annex L of the PCT Applicant’s
Guide, the applicant can be sure that he bas deposited the
microorganism with an institution which will be accepted by the
designated Office.

International Searching Authorities and International Pre-
liminary Examining Authorities are not expected to request
access to deposited microorganisms. However, in ordertoretain
the possibility of access to a deposited microorganisin referred
to in an international application which is being searched or
examined by such an Authority, the PCT provides that the
Authorities may, if they fulfill cestain conditions, ask for samples.
Thus, an Authority may only ask for samples if ithas notified the
International Bureau (in a general notification) that it may
require samples and the International Bureau has published the
notification in the PCT Gazette. The only Authority which has
made such a notification (and thus the only Authority which
may request samples) is the Japanese Patent Office. If a sample
is asked for, the request is directed to the applicant, who then
becomes responsible for making the necessary arrangements for
the sample to be provided.

The furnishing of samples of a deposit of a microorganism
to third persons is governed by the national laws applicable in
the designated Offices. Rule 13bis.6(b), however, provides for
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the delaying of any furnishing of samples under the national law
applicable in each of the designated (or elected) Offices until the
start of the national phase, subject to the ending of this “delaying
effect” brought about by the occurrence of either of the follow-,
ing two events:

(i) the applicant has, after international publication of the
intemational application, taken the steps necessary to enter the
national phase before the designated Office.

(ii) international publication of the international applica-
tion has been effected, and that publication has the same effects,
under the national law applicable in the designated Office, as the
compulsory national publication of an unexamined national
application (in other words, the international application has

qualified for the grant of “provisional protection”).

1823.02 Nucleotide and/or Amino Acid Sequence
Listings [R-15]

Rule §
The Description

4 L4 4
PCT 5.2 Nucleotide and/or Amino Acid Sequence Disclosure

Where the international application contains disclosure of a nucle-
otide and/or amino acid sequence, the description shall contain alisting
of the sequence complying with the standard prescribed by the Admin-
istrative Instructions.

PCT Rule 13ter
Nucleotide and/or Amino Acid Sequence Listings

13ter.] Seguence Listing for International Authorities

(2) If the International Searching Authority finds that & nucleotide
and/or amino acid sequence listing does not comply with the standard
prescribed in the Administrative Instructions under Rule 5.2, and/or is
not in & machine readable form provided for in those Instructions, it
may invite the applicant, within a time limit fixed in the invitation, as
the cise may be:

(i) to furnish to it a listing of the sequence complying with the
prescribed standard, and/or
- ~(ii} to fusnish to it a listing of the sequence in a machine readable
form provided for in the Administrative Instructions or, if that Author-
ity is prepared to transcribe the sequence listing into such a form, to pay
for the cost of such ranscription.

(b) Any sequence listing furnished under paragraph (a) shall be
accompanied by 2 statement to the effect that the listing does not
include matter which goes beyond the disclosure in the international
application as filed.

(¢) If the applicant does not comply with the invitation within the
time limit fixed in the invitation, the International Searching Authority
shall not be required to search the international application to the estent
that such non-compliance has the result that & meaningful search
cannot be carried out.

(d) If the International Searching Authority chooses, undes pera-
graph (a)(if), to transcribe the sequence listing into a machine readable
form, it shall send & copy of such transcription in mechine readable
form to the applicant.

1{e) The Internationsal Searching Authority shall, upon request,
make available to the International Preliminary Examining Authority
& ¢Bpy of any sequence listing furnished to it, or as transcribed by it,
under paragraph (8).

Kev. 15, Aug. 1993
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(f) A sequence listing furnished to the International Searching
Authority, or as transcribed by it, under paragraph (a) shall not form
part of the international application.

13ter.2 Sequence Listing for Designated Office

(a) Once the processing of the international application has started
before a designated Office, that Office may require the applicant to
furnish toita copy of any sequence listing furnished to the International
Searching Authority, or as transcribed by that Authority, under Rule
13ter.1(a).

(b) If a designated Office finds that a nucleotide and/or amino acid
sequence listing does not comply with the standard prescribed in the
Administrative Instructions under Rule 5.2, and/or is not in a machine
readable form provided for in those Instructions, and/or no listing of the
sequence was furnished to the International Searching Authority, or
transcribed by that Authority, under Rule 13ter.1(a), that Office may
require the applicant:

(i) to fumish to it a listing of the sequence complying with the
prescribed stzandard, and/or

(ii) to fumish to it a listing of the sequence in 2 machine readable
form provided for in the Administrative Instructions or, if that Office
is prepared to transcribe the sequence listing into such a form, to pay
for the cost of such transcription.

PCT Administrative Instruction Section 208
Symbols and Machine Readable Format for Listings of Nucleotide
and/or Amino Acid Sequences

Nucleotide and/or amino acid sequence listings shall be presented
in a format complying with WIPO Standard ST.23 (Recommendation

for the Presentation of Nutjeotide and Amino Acid Sequencesin Patent -

Applications and in Published Patent Documents).4 Any machine
readsble form of such listings shall comply with the required formatin
accordance with Annex C,

ANNEX C to the PCT Administrative Instructions

FORMAT FOR NUCLEOTIDE AND/OR AMINO ACID
SEQUENCE LISTINGS IN MACHINE READABLE FORM

L2 2

United States Patent and Trademark Office (USPTO)

A sequence listing is required for all disclosures of sequence
information in which the sequence has four or more amino acids or ten
ormore nucleotides. Branched sequences and those including D-amino
acids are excluded from the rules.

The USPTO has not adopted the use of an OCR format and itis not
expected that such a format will be adopted by the USPTO.

Sections 1.821 i 1.825 of tile 37, Code of Federal Regulations (37
CFR)relate to sequence listings submitted o the USPTO. Sections 1.824
and 1.825 set forth the requirements for sequence listings in machine
(computer) readable form.

E 120

REQUIREMENTS FOR SEQUENCE LISTINGS

Where an international application discloses a nucleotide
and/or amino acid sequence, the description must contain a
listing of the sequence complying with a standard specified in
the Administrative Instructions. The Intemational Searching
Authority and the International Preliminary Examining Author-
ity may, in some cases, invite the applicant 1o fumish a listing
complying with that standard. The applicantmay also be invited

-
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* references as: “as described in part ...

to furnish a listing in amachine readable form provided for inthe
PCT Administrative Instructions or to pay for the Authority to
transcribe the listing into such a form.

Where the international application contains disclosure of a

nucleotide and/or amino acid sequence, the description must
contain a listing of the sequence complying with WIPO
Standard ST.23 (Recommendation for the Presentation of Nucle-
otide and Amino Acid Sequences in Patent Applications and in
Published Patent Documents), which is published in the WIPO
Handbook on Industrial Property Information and Documenta-
tion. Copies of the Handbook, or of the Standard may be
obtained from the International Bureay, and the Standard has
also been reproduced in the PCT Gazette. It is advisable for the

applicant to submit a listing of the sequence inmachine readablé

form, if such a listing is required by the competent International
Searching Authority, together with the international application
rather than to wait for an invitation by the International Search-

. ing Authority.

The machine readable form is not mandatory in interna-
tional applications filed in the U.S. Receiving Office. However,
if amachine readable form of a sequence listing is not provided,
a search or examination will be performed only to the extent
possible in the absence of the machine readable form. The U.S.
sequence rules (37 CFR 1.821 - 1.825) and the PCT sequence
requirements are substantively consistent. In this regard, full
compliance with the requirements of the U.S. rules will ensure
compliance with the applicable PCT requirements. The Euro-
pean Patent Office (EPQO), since 01 January 1993, requises
nucleotide and amino acid sequences o be in machine readable
form (computer readable form), Applicants should be cognizant
of this requirement and ensure compliance with EPO require-
ments if the EPO is to be the search or examination authority.
For specific information, a review of annex C of the Adiminis-

trative Instructions or consultation with the EPO is suggested.

- 1824 The Claims [R-15}

PCT Aricle 6
The Claims

The claim or claims shall define the matter for which protection is
sought. Claims shall be clear and concise. They shall be fully supported
by the description.

PCT Rule 6
The Claims

6.1 Number and Numbering of Claims

() The number of the claims shall be reasoneble in consideration
of the nature of the invention claimed.

(b) If there are several claims, they shall be aumbered consecu-
tively in Arabic numerals.

(c) The method of numbering in the case of the amendment of
claime shall be governed by the Administrative Instructions.

" 62 References to Other Paris of the International Application

-

-

(8) Claims shall not, except where abgolutely necessary, rely, in
respect of the technical features of the invention, on references to the
description or drawings. In particulas, they shall not rely on such
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of the description,” or “as
ﬂlusu-ated in figure ... of the drawings.”

(b) Where the international application contams drawmgs,
technical features mentioned in the claims shall preferably be followed
by the reference signs relating to such features. When used, the
reference signs shall preferably be placed between parentheses. If
inclusion of reference signs does not particularly facilitate quicker
understanding of a claim, it should not be made. Reference signs may
be removed by a designated Office for the purposes of publication by
such Office.

6.3 Manner of Claiming

(2) The definition of the matter for which protection is sought shall
be in terms of the technical features of the invention.

(b) Whenever appropriate, claims shall contain:

(i) a statement indicating those technical features of the invention
which are necessary for the definition of the claimed subject matter but
which, in combination, are part of the prior art,

(i1) a characterizing portion - preceded by the words “character-
ized in that” “characterized by,” “wherein the improvement com-
prises,” or any other words o the same effect — stating concisely the
technical features which, in combination with the features stated under
(i), it is desired to protect.

(c) Where the national law of the designated State does not require
the manner of claiming provided for in paragraph (b), failure to use that
manner of claiming sball have no effect in that State provided the
mannerof claiming actually used satisfies the national law of that State.

6.4 Dependent Claims

() Any claim which includes all the features of one or more other

claims (claim in dependent form, bereinafter referred to as “dependent
claim”) shall do so by a reference, if possible at the beginning, to the
other claim or ciaims and shall then state the additional features
clzimed. Any dependent claim which refers to more than one other
claim (“multiple dependent claim’") ghall refer to such claims in the
alternative only. Multiple dependent cleims shall not serve as a basis
for any other multiple dependent claim. Where the national law of the
national Office acting as International Searching Authority does not
gllow multiple dependent clzims to be drafted in a manner different
from that provided for in the preceding two sentences, failure to use that
manner of claiming may result in an indication under Article 17(2)b)
in the international search report. Failure to use the said manner of
claiming shall have no effect in a designated State if the manner of
claiming actually used satisfies the national law of that State.

(b) Any dependent claim shall be construed as including all the
limitations contained in the cleim to which it refers or, if the dependent
claim is s multiple dependent claim, all the limitations contained in the
pagticular claim in relation to which it is considered.

{c) All dependent claims referring back to a single previous claim,
and all dependent claims referring back to several previous claims,
shall be grouped together to the extent and in the most practical way
posgible.

6.5 Ukility Models

Any designated State in which the grant of a utility model is sought
on the basis of an international application may, instead of Rules 6.1 to
6.4, apply in respect of the matters regulated in those Rules the
provisions of its national lew concemning utility models once the
processing of the intemnational application bas started in that State,
provided that the applicant shall be allowed at least two months from
the expiretion of the time limit applicable under Axticle 22 to adapt his
application o the requirements of the said provisions of the national
law.

10 ) Rev. 15, Aug. 1993
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PCT Administrative Instructions Section 205
Numbering and Identification of Claims Upon Amendment

(a) Amendments to the claims under Article 19 or Article 34(2Xb)
may be made either by cancelling one or more entire claims, by adding
one or more new claims or by amending the text of one or more of the
claims as filed. All the claims appearing on a replacement sheet shall
be numbered in Arabic numerals. Where a claim is cancelled, no
renumbering of the other claims shall be required. In all cases where
claims are renumbered, they shall be renumbered consecutively.

(b) The applicant shall, in the letter referred to in the second and
third sentences of Rule 46.5(a) or in the second and fourth sentences of
Rule 66.8(a), indicate the differences between the claims as filed and
the claims as amended. He shall, in particular, indicate in the said letter,
in connection with each claim appearing in the international applica-
tion (it being understood that identical indications concerning several
claims may be grouped), whether:

(i) the claim is unchanged;

(if) the claim is cancelled;

(iii) the claim is new;

(iv) the claim replaces one or more claims as filed;

(v) the claim is the result of the division of a claim as filed.

37 CFR 1.436 The claims.

Therequirements as to the content and format of claims are set forth
in PCT Ast. 6 and PCT Rules 6, 9, 10 and 11 and shall be adhered to.
The number of the claims shall be reasonable, considering the nature
of the invention claimed.

The claim or claims must “define the matter for which
protection is sought.” Claims must be clear and concise. They
must be fully supported by the description. PCT Rule 6 contains
detailed requirements as to the number and numbering of
claims, the extent to which any claim may refer to other parts of
the international application, the manner of claiming, and de-
pendent claims. As to the manner of claiming, the claims must,
whenever appropriate, be in two distinct pasts; namely, the
statement of the prior art and the statement of the features for
which protection is sought (“the characterizing portion™).

The physical requirements for the claims are the same as
those for the description. Note that the claims must commence
ofi 2 new sheet.

The procedure for rectification of obvious errors is ex-
plained in MPEP § 1836. The omission of an entire sheet of the
claims cannot be rectified without dffecting (he international
filing date. It is recommended that a request for rectification of
obvious errors in the claims be made only if the errvor is liable o
affect the international search; otherwise, the rectification should
be made by amending the claims,

The claims can be amended during the international phase
under PCT Article 19 on receipt of the international search
report, during international preliminary examination if the ap-
plicant has filed 2 Demand, and during the national phase.

Multiple dependent claims are permitted in international
applications before the United States Patent and Trademark
Office as an International Searching and Intemational Prelimi-
nary Examining Authority or as a Designated or Elected Office,
if they are in the alternative only and do not serve as a basis for
any other multiple dependent claim (PCT Rule 6.4(a), 35U.S.C.
112). The claims, being an element of the application, should

Rey. 15, Aug. 1993

MANUAL OF PATENT EXAMINING PROCEDURE

start on a new page (PCT Rule 11.4). Page numbers and line
numbers must not be placed in the margins (PCT Rule 11.6(e)).

The number of claims shall be reasonable, considering the
nature of the invention claimed (37 CFR 1.436 ).

1825 The Drawings [R-15]

PCT Article 7
The Drawings

(1) Subject to the provisions of paragraph (2)(ii), drawings shall be
required when they are necessary for the understanding of the inven-
tion.

“(2) Where, without being necessary for the understanding of the
invention, the nature of the invention admits of illustration by draw-
ings:

(1) the applicant may include such drawings in the international
application when filed. )

(ii) any designated Office may require that the applicant file such
drawings with it within the prescribed time limit.

PCT Rule 7
The Drawings

7.1 Flow Sheets and Diagrams
Flow sheets and diagrams are considered drawings.

7.2 Time Limit

The time limit referred to in Asticle 7(2)(ii) shall be reasonable )

under the circumstances of the case and shall, in no case, be shorterthan
two months from the date of the written invitation requiring the filing
of drawings or additional drawings under the said provision.

PCT Rule 11
Physical Requirements of the International Applicasion
XN
11.5 Size of Sheets

The size of the sheets shall be A4 (29.7 cin x 21 cm). However, any
receiving Office may accept international applications on sheets of
other sizes provided that the record copy, as transmitted to the Interna-
tional Bureau, and, if the competent International Searching Authority
80 desires, the search copy, shall be of A4 size.

BEG
11.6(c)

On sheets containing drawings, the surface usable shall not exceed
26.2 cm % 17.0 cm. The sheets shall not contain frames around the
usable or used surface. The minimum margins shall be as follows:

-top: 2.5¢m
- left side: 2.5 cm
- right side: 1.5 em
- bottom: 1.0 cm
LX B
11.11 Words in Drawings

(a) The drawings shall notcontain text matier, except a single word
or words, when absolutely indispensable, such as “water,” “‘steam,”
“open,” “closed,” “section on AB,” and, in the case of electric circuits
and block schematic or flow sheet diagrams, a few short catchwords
indispensable for understanding.

(b) Any words used shall be so placed that, if translated, they may
be pasted over without interfering with any lines of the drawings.

LR B
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‘they are necessary for the understanding of the invention.

11.13 Special Reguirements for Drawihgs ‘
(a) Drawings shall be executed in durable, black, sufficiently

dense and dark, uniformly thick and well-defined, lines and strokesv

without colorings.

(b) Cross-sections shall be indicated by oblique hatching which
should not impede the clear reading of the reference signs and leading
lines.

(c) The scale of the drawings and the distinctness of their graphical
execution shall be such that a photographic reproductior with a linear
reduction in size to two-thirds would enable all details to be distin-
guished without difficulty.

(d) When, in exceptional cases, the scale is given on a drawing, it
shall be represented graphically.

(e) All numbers, letters and reference lines, appearing on the
drawings, shall be simple and clear. Brackets, circles or inverted
commas shall not be used in association with numbers and letters.

(£} Alllines in the drawings shall, ordinarily, be drawn with the aid
of drafting instruments.

{g) Each element of each figure shall be in proper proportion to
each of the other elements in the figure, except where the use of a
different proportion is indispensable for the clarity of the figure.

(b) The beightof the numbers and letters shall not be less than 0.32
cm. For the lettering of drawings, the Latin and, where customary, the
Greek alphabets shall be used.

(i) The same sheet of drawings may contain several figures. Where
figures on two or more sheets form in effect a single complete figure,
the figures on the several sheets shall be so arranged that the complete
figure can be assembled without concealing any part of any of the
figures appearing on the varicus sheets.

(i) The different figures shall be arranged on a sheet or sheets
without wasting space, preferably in an upright position, clearly
separated from one another. Where the figures are not arranged in an
vpright position, they shall be presented sideways with the top of the
figures at the left side of the sheet.

(k) The different figures shall be numbered in Arabic numerals
consecutively and independently of the numbering of the sheets.

() Reference signs not mentioned in the description shall not
appear in the drawings, and vice versa.

(m) The same features, when denoted by reference signs, shall,
throughout the international application, be denoted by the same signs.

(n) If the drawings contain a large number of reference signs, it is
strongly recommended to attach a separate sheet listing all reference
signs and the features denoted by them.

b 222 2 ]
37 CFR 1.437 The drawings.

(a) Subject to paragraph (b) of this section, when drawings are
necessary for the understanding of the invention, or are mentioned in
the description, they must be part of an international application as
originally filed in the United States Receiving Office in order to
maintain the international filing date during the national stage (PCT
Art. 7).

(b) Drawings missing from the application upon filing will be
accepted if such drawings are received within 30 days of the date of first
receipt of the incomplete papers. If the missing drawings are received
within the 30-day period, the international filing date shall be the date
on which such drawings are received. If such drawings are not timely
received, all references to drawings in the international application
shall be considered non-existent (PCT Art. 14(2), Administrative
Instruction 310).

(c) The physical requirements for drawings are set forth in PCT
Rule 11 and shall be adbered to.

The international application must contain drawings when
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Moreover where, without drawings being actually necessary for
the understanding of the invention, its nature admits of illustra-
tion by drawings, the applicant may include such drawings and
any designaied Office may require the applicant to file such
drawings during the national phase. Flow sheets and diagrams
are considered drawings. “Guidelines for Drawings Under the
Patent Cooperation Treaty,” published in the PCT Gazette
(No. 7/1978), may be obtained, in English and French, from the
International Bureau.

Drawings must be presented on one or more separate sheets.
They may not be included in the description, the claims or the
abstract. They may not contain text matter, excepta single word
or words when absolutely indispensable. All lines in the draw-
ings must, ordinarily, be drawn with the aid of a drafting
instrument and must be executed in black, uniformly thick and
well-defined lines. Rules 11.10 to 11.13 contain detailed re-
quirements as to further physical requirements of drawings.
Drawings newly executed according to national standards may
not be required during the national phase if the drawings filed
with the intemational application comply with Rule 11. The
examiner may require new drawings where the drawings which
were accepted during the international phase did not comply
with PCT Rule 11. A file reference may be indicated in the upper
left corner on each sheet of the drawings as for the description.

All the figures constitiing the drawings must be grouped
together on a sheet or shegts without waste of space, preferably
in an upright position and clearly separated from each other.
Where the drawings or tables cannot be presented satisfactorily
in an upright position, they may be placed sideways, with the
tops of the drawings or tables on the left-hand side of the sheet.

The usable surface of sheets (which must be of A4 size) must
not exceed 26.2 cm x 17.0 cm. The sheets must not contain
frames around the usable surface. The minimum margins which
must be observed are: top and left side: 2.5 cm; right side:
1.5 cm; bottom: 1.0 cm.

All sheets of drawings must be numbered in the center of
either the top or the bottom of each sheet but not in the margin
in numbers larger than those used as reference siguns in order to
avoid confusion with the latter. For drawings, a separate series
of page numbers is to be used. The number of each sheet of the
drawings must consist of two Arabic numerals separated by an
oblique stroke, the first being the sheet number and the second
being the total number of sheets of drawings. For example,

~ “2/5” would be used for the second sheet of drawings where

there are five in all.

Different figures on the sheets of drawings must be num-
bered in Arabic numerals consecutively and independently of
the numbering of the sheets and, if possible, in the orderin which
they appear. This numbering should be preceded by the expres-
sion “Fig.” :

The PCT makes no provision for photographs. Neverthe-
less, they are ailowed by the International Bureau where it is
impossible to present in a drawing what is to be shown (for
instance, crystalline structures). Where, exceptionally, photo-
graphs are submitted, they must be on sheets of A4 size, they
must be black and white, and they must respect the minimum
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margins and admit of direct reproduction. Color photographs
are not accepted. ,

The procedure for rectification of obvious errors in the
drawings is explained in MPEP § 1836. The omission of an
entire sheet of drawings cannotbe rectified without affecting the
international filing date. Changes other than the rectification of
obvious errors are considered amendments.

The drawings can be amended during the international
phase only if the applicant files a Demand for international
preliminary examination. The drawings can also be amended
during the national phase.

Ifdrawings are referred to in an international application and
are not found in the search copy file, the examiner should refer
the case to the Group Special Program Examiner. See PCT

Administrative Instruction Section 310.

1826 The Abstract [R-15]

PCT Rule 8 The Abstract
8.1 Contents and Form of the Abstract _
[a) The abstract shall consist of the following:

(i) a susnmary of the disclosure as contained in the description, the
claims, and any drawings; the summary shall indicate the technical
field to which the invention pertains and shall be drafted in 2 way which
allows the clear understanding of the technical problem, the gist of the
solution of that problem through the invention, and the principal use or
uses of the invention;

(ii) where applicable, the chemical formula which, among all the
formulae contained in the international application, best characterizes
the invention.

(b) The abstract shall be as concise as the disclosure permits
(preferably 50 to 150 words if it is in English or when translated into
English).

(c) The abstract shall not contain statements on the alleged merits
or value of the claimed invention or on its speculative application.

(d) Each main technical feature mentioned in the abstract and
illustzated by a drawing in the international application shall be
followed by a reference sign, placed between parentheses.

8.2 Figure

-=-(a) If the applicant fails to make the indication referred to in Rule
3.3(a)(iii), or if the International Searching Authority finds that afigure
or figures other than that figure or those figures suggested by the
applicant would, among all the figures of all the drawings, better
charactesize the invention, it shall, subject to paragraph (b), indicate the
figure or figures which should eccompany the abstract when the latter
is published by the International Bureau. In such case, the abstract shall
be accompanied by the figure or figwres so indicated by the Interna-
tional Seasching Autbority. Otherwise, the abstract shall, subject to
paragraph (b), be accompanied by the figure or figures suggested by the
applicant.

(b) If the International Searching Authority finds that none of the
figures of the deawings is useful for the understanding of the absiract,
it shall notify the International Bureau accordingly. In such case, the
abstract, when published by the Intemnational Bureau, shall not be
accompanied by any figure of the drawings even where the applicant
has made & suggestion under Rule 3.3(a)iii).

MANUAL OF PATENT EXAMINING PROCEDURE

scanning tool for purposes of searching in the particular art, especially
by assisting the scientist, engineer or researcher in formulating an
opinion on whether there is 2 need for consulting the international
application itself.

37 CFR 1.438 The abstract.

(a) Requirements as to the content and form of the abstract are set
forth in PCT Rule 8, and shall be adhered to.

(b) Lack of an abstract upon filing of an international application
will not affect the granting of a filing date. However, failure to furnish
an abstract within one month from the date of the notification by the
Receiving Office will result in the international application being

declared withdrawn.

- The abstract must consist of a summary of the disclosure as
contained in the description, the claims and any drawings.
Where applicable, it must also contain the most characteristic
chemical formula. The abstract must be as concise as the
disclosure permits (preferably 50 to 150 words if it is in English
or when translated into English). National practice (see MPEP
§ 608.01(b)) provides a range of 50 - 250 words for the abstract.
The PCT range of 50 - 150 is not absolute but publication
problems could result when the PCT limit is increased beyond
the 150 word limit. Maintaining the PCT upper limit is encour-
aged. Asarule of thumb, it can be said that the volume of the text
of the abstract, including one of the figures from the drawings
(if any), should not exceed what can be accommodated on an A4
sheet of typewritten maiter, 1 1/2 spaced. The abstract must

begin on anew sheet following the claims (PCT Administrative -

Instruction Section 207). The other physical requirements must
correspond to those for the description. The abstract must be so
drafted that it can efficiently serve as a scanning tool for the
purposes of searching in the particular art. These and other
requirements concerning the abstract are spelled out in detail in
Rule 8. Useful guidance can be obtained from the “Guidelines
for the Preparation of Abstracts Under the Patent Cooperation
Treaty,” published in the PCT Gazette (No. 5/1978). Those
Guidelines may be obtained, in English and French, from the
international Bureau.

The abstract should be primarily related towhatis new in the
art to which the invention pertains. Phrases should not be used
which are implicit, (for instance, “the invention relates 10 ..."),
and staiements on the alleged merits or value of theinvention are
not allowed.

Where the receiving Office finds that the abstract is missing,
itinvites the applicant to fumish it within a time limit fixed in
the invitation. The international application is considered with-
drawn if no abstract is furnished to the receiving Office within
the time limit fixed. Where the receiving Office has not invited
the applicant to furnish an abstract, the International Searching
Authority establishes one. The same applies where the abstract
does not comply with the requirements outlined in the preceding
paragraphs. Where the abstract is established by the Interna-
tional Searching Authority, the applicant may submit comments
on it within 1 month from the date of mailing of the international

8.3_Gux'ding Principles in Drafting search report, (PCT Rule 38.2(b)).
The abetract shall be so drafted that it can efficiently serve as 8
Rev. 15, Aug. 1993 1800 - 22




w

PATENT COOPERATION TREATY

SUMMARY OF ABSTRACT REQUIREMENTS

Preferably 50-150 words. Should contain —

1. Indication of field of invention.

2. Clear indication of the technical problem.

3. Gist of invention’s solution of the problem.

4. Principal use or uses of the invention.

5. Reference numbers of the main technical features placed
between parentheses.

6. Where applicable, chemical formula which best charac-
terizes the invention.

Should not contain —

1. Superfluous language.

2. Legal phraseology such as “said” and “means.”

3. Statements of alleged merit or speculative application.

4. Prohibited items as defined in PCT Rule 9.

1827 Fees [R-15]

A complete list of Patent Cooperation Treaty fee amounts
which are to be paid to the United States Patent and Trademark
Office, for both the national and international stages, can be
found at the beginning of each weekly issue of the Official
Gazernte of the United States Patent and Trademark Office.
Applicants are urged to refer to this list before submitiing any
fees to the PTO.

1828 Priority Claim and Document [R-15]

An applicant who claims the priority of one or more earlier
national or international applications for the same invention
must indicate on the Request, at the time of filing, the country
inor for which it was filed, the date of filing, and the application
number. See PCT Article 8 and Rule 4.10 for priority claim
particulars and Rule 90 bis.3 for withdrawal of priority claims.

Under the PCT procedure, the applicant may file the certi-
fied copy of the earlier filed national application together with
the international application in the receiving Office for trans-
mittal with the record copy, or alternatively the certified copy
may be submitted by the applicant to the International Bureau or
the receiving Office not later than 16 months from the priority
date or, if the applicant has requested early processing in any
designated Office, not later than the time such peocessing or
examination is requested. The Intemational Burean will nor-
mally furnish copies of the certified copy to the various desig-
nated Offices so that the applicant will not normally be required
to submit certified copies to each designated Office.

For use of the priority document in national stage applica-
tions filed under 35 U.S.C. 371, see MPEP § 1893.03(c).

1830 International Application Transmittal
Letter [R-15]

A PCT international application transmittal letter, Form
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~ PTO-1382, isavailable free of charge for applicants touse when

filing PCT international applications with the United States
Receiving Office. The form is intended to simplify the filing of
PCT intermational applications by providing a one-page letter
which covers the most common requests and concerns of
applicants. Specifically covered are:

(1) Requests wnder 37 CFR 1.451 for preparation and
transmittal to the Intemational Bureau of certified copies of the
U.S. national applications, the priority of which is claimed in
intemational application;

(2) Choice of Searching Authority to conduct the interna-
tional search. Applicants may choose either the U.S. Patent and
Trademark Office or the European Patent Office as the Interna-
tional Searching Authority. )

(3) Authorizations for any required additional search fees
requested by the United States International Searching Author-
ity to be charged to a Deposit Account subject to oral confirma-
tion of the authorization. It should be noted that if the European
Patent Office is chosen as the Searching Authority, any supple-
mental search fees requested by that Office are payable directly
to the European Patent Office.

(4) Indications of information concerning differences in
disclosure, if any, between the international application and
related applications to assist in determining any foreign trans-
mitial licensing requirements as well as for other purposes; and

(5) Requests for foreign transmittal license.

1832 License Request for Foreign “Filin.g- Under
the PCT [R-1§]

A license for foreign filing is not required to file an interna-
tional application in the United States Receiving Office but may
be required before the applicant or the U.S. Receiving Office
can forward a copy of the international application to a foreign
patent office, the International Bureau or other foreign authority
(35U.8.C. 368, 37 CFR 5.1 and 5.11). A foreign filing license
topermit transmittal to a foreign office or international authority
is not required if the intemnational application does not disclose
subject matter in addition to that disclosed in a prior U.S.
national application filed more than 6 months prior to the filing
of the international application ( 37 CFR 5.11(a)). In all other
instances (direct foreign filings outside the PCT or filings in a
foreign receiving Office), the applicant should petition for a
license for foreign filing (transmittal) (37 CFR 5.12) and if

‘appropriate, identify any additional subject matter in the inter-

national application which was not in the earlier U.S, national
application (37 CFR 5.14 (c)). This request and disclosure
information may be supplied on the PCT international applica-
tion transmittal letter, Form PTO-1382.

If no petition or request for a foreign filing license is
included in the international application, and it is clear that a
license is required because of the designation of foreign coun-
tries and the time at which the Record Copy must be transmnitted,
it is current Office practice to construe the filing of such an
international application to include a request for a foreign filing
license. If the license can be granted, it will be issued without
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further correspondence. If no license can be issued, or further -

information is required, applicant will be contacted. The auto-
matic request for a foreign filing license does not apply o the
filing of a foreign application outside the PCT.

EFFECT OF SECRECY ORDER

If a secrecy order is applied to an international application,
the application will not be forwarded to the International Bureau
as long as the secrecy order remains in effect (PCT Article 27(8)
and 35 U.S.C. 368). If the secrecy order remains in effect, the
international application will be declared withdrawn (aban-
doned) because the Record Copy of the international applica-
tion was not received in time by the International Bureau (37
CFR 5.3(d), PCT Article 12(3), and PCT Rule 22.3). It is,
however, possible to prevent abandonment as to the United
States of America if it has been designated, by fulfilling the

reqguirements of 35 U.S.C. 371(c).

1834 Correspondence [R-15]

.

PCT Rule 92 Correspondence
92.1 Need for Lester and for Signature

(a) Any paper submitted by the applicant in the cousse of the
international procedure provided for in the Treaty and these Regula-
tions, other than the international application itself, shall, if not itself in
the form of a letter, be accompanied by a letter identifying the
international application to which it relates. The letter shall be signed
by the applicant.

(b) If the reguirements provided for in paragraph (a) are not
complied with, the applicant shall be informed as to the non-compli-
ance and invited to remedy the omission within a time limit fixed in the
invitation. The time limit o fizxed shall be reagonable in the circum-
stances; even where the time limit so fixed expires later than the time
limit applying to the furnishing of the paper (or even if the latter time
limit bas already expired), it shall not be less than 10 days and not more
than one month from the mailing of the invitation. If the omission is
remedied within the time limit fixed in the invitation, the omission shall
be disregarded; otherwise, the applicant shall be informed that the
paper has been disregarded.

(c) Where non-compliance with the requirements provided for in
paragraph (a) bas been overlooked and the paper taken into account in
the international procedure, the non-compliance shell be disregarded.

92.2 Lamguages

(a) Subject to Rules 55.1 and 66.9 and to paragraph (b) of this Rule,
any letter or document submitted by (be applicant to the International
Searching Authority or the International Preliminary Examining Au-
thority shall be in the same language as the international application to
which it relates. However, where a tranglation of the international
application has been transmitted under Rule 12.1(c) or furnisbed under
Rule 55.2 (a) or (c), the language of such translation shall be used.

(b) Any letter from the applicant to the International Searching
Authority or the International Preliminary Examining Authority may
be in a language other than that of the international application,
provided the said Authority authorizes the use of such language.

fc) [Deleted]

(d) Any letter from the applicant to the Intemational Bureau shall
be in English or French.

(e) Any letter or notification from the International Burean to the

-
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applicant or to any national Office shall be in English or French:
21 2
PCT Administrative Instruction Section 105
Hentification of International Application with Two or More
Applicants

Where any international application indicates two or more appli-
cants, it shall be sufficient, for the purpose of identifying that applica-
tion, to indicate, in any Form or cormrespondence relating to such
application, the name of the applicant first named in the request. The
provisions of the first sentence of this Section do not apply to the
demand or to a notice effecting later elections.

NOTIFICATION UNDER PCT RULE 92.1(b)
OF DEFECTS WITH REGARD TO CORRESPONDENCE

If the Office finds that papers, other than the international
application itself, are notaccompanied by a letter identifying the
international application to which they relate, or are accompa-
nied by an unsigned letter, or are furnished in the form of an
unsigned letter, it notifies the applicant and invites him to
remedy the omission. The Office disregards the said papers or
letter if the omission is not remedied within the time limit fixed
in the invitation (PCT Rule 92.1(b)). If the omission has been
overlooked and the paper taken into account, the omission is
disregarded.

CORRESPONDENCE ADDRESS

Where there is a Sole applicant without an agent in-an -

international application, correspondence will be sent to the
applicant at his indicated address; or, if he has appointed one or
more agents, to that agent or the first-mentioned of those agents;
or, if he has not appointed an agent but has indicated a special
address for notifications, at that special address.

Where there are two or more applicants who have appointed
one of mofe Common agents, correspondence will be addressed
to that agent or the first-mentioned of those agents. Where no
common agent has been appointed, correspondence will be
addressed to the common representative (either the appointed
common representative or the applicant who is considered to be
the common representative (PCT Rule 90.2) at the indicated
addsess; or, if the common representative has appointed one or
more agents, to thatagent or the first-mentioned of those agents;
or, if the common representative has not appointed an agent but
has indicated a special address for notifications, at that address.

CERTIFICATE OF EXPRESS MAIL

The certificate of Express Mail procedure set forth at 37
CFR 1.10 applies 1o “Any paper of fee to be filed in the Patent
and Trademark Office.” Accordingly, papers filed with the PTO
ininternational applications will be accorded the date of deposit
with the United States Postal Service as the date of filing in the
PTO if the provisions of 37 CFR 1.10 are complied with. See
MPEP § 513.

The Express Mail provisions of 37 CFR 1.10 require, in
addition to using the "Express Mail Post Office to Addressee”
service, an indication of the "Express Mail" mailing label
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number on each paper or fee, and a certificate of mailing by
"Express Mail" which states the date of mailing by f‘Express

Mail" and is signed by the person depositing the paperor fe¢in

or with the postal service facility. Failure to comply with these
requirements will result in the paper or fee being accorded the
date of receipt in the USPTO and not the date of deposit by
"Express Mail".

The certificate of mailing by first class mail procedure set
forth at 37 CFR 1.8 does not apply to “The filing of international
applications and all papers and fees relating thereto.” (See 37
CFR 1.8(a)(2)(xi)). Itis important to understand that the 37 CFR
1.8 practice CANNOT be used for filing any papers during the
international stage if the date of deposit is desired. If used, the

paper and/or fee will be accorded the date of receipt in the”

USPTO. As noted at 52 Fed.Reg. 20044 (1987), this provision
of 37 CFR 1.8 was meant “to indicate clearly that the certificate
of mailing procedures thereunder may not be used for the filing

. of papers and fees relating to international applications.” Ac-

cordingly, the certificate of mailing procedures of 37 CFR 1.8
are not available to bave a submission in an international
application considered as timely filed if the submission is not
physically received at the PTO on or before the due date. Thus,
papers submitted to the Office relating to international applica-
tions, whether or not associated with a filing date, cannot be
submitted using 37 CFR 1.8 if a date other than the date of
receipt is desired. It bears repeating that only 37 CFR 1.10 can
be used if the date of deposit is desired to be the date of filing in

the PTO.

1834.01 Use of Telegraph, Teleprinter, Facsimile
Machine [R-15]

PCT Rule 92.4 provides that a national Office may receive
documents by telegraph, teleprinter or facsimile machine, How-

_ever, the United States Patent and Trademark Office has not

informed the International Bureau that it accepts such submis-
sions. Accordingly, applicants may not currently file papers in
international applications with the United States Patent and
Trademark Office via telegraph, teleprinter or facsimile ma-
chine.

1834.02 Irregularities in the Mail Service [R-15]

PCT Rule 82 [Irregularities in the Mail Service
82.1 Delay or Loss in Mail
(a) Any interested party may offer evidence that he has mailed the
document or letter five days prior to the expiration of the time limit,
Except in cases where surface mail normally arrives at itg destination
within two days of mailing, or where no aismail service is available,
such evidence may be offered only if the mailing was by sirmail. In any

_ case, evidence may be offered only if the mailing was by mail

-

-

registered by the postal authorities.

(b) If the mailing, in accordance with paragraph (a), of s document
or letter is proven to the satisfaction of the national Office or
intergovernmental organization which is the addressee, delay in astival
shall be excused, or, if the document or letter is lost in the mail,
substitution for it of a new copy shall be permitted, provided that the
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interested party proves to the satisfaction of the said Office or organi-.

- zation that the document or letter offered in substitution is identical

with the document or letter lost. ]

(c) In the cases provided for in paragraph (b), evidence of mailing
within the prescribed time limit, and, where the document or letter was
lost, the substitute document or letter as well as the evidence concern-
ing itsidentity with the document or letter lost shall be submitted within
one month after the date on which the interested party noticed — or with
due diligence should have noticed — the delay or the loss, and in no case
later than six months after the expiration of the time limit applicable in
the given case.

(d) Any national Office or intergovernmental organization which
has notified the International Bureau that it will do so shall, where a
delivery service other than the postal authorities is used to mail a
documentor letter, apply the provisions of paragraphs (a) to (c) as if the
delivery service was a postal authority. Insucha case, the lastsentence
of paragraph (a) shall not apply but evidence may be offered only if
details of the mailing were recorded by the delivery service at the time
of mailing. The notification may contain an indication that it applies
only to mailings using specified delivery services or delivery services
which satisfy specified criteria. The International Bureau shall publish
the information so notified in the Gazette,

(e) Any national Office or intergovernmental organization may
proceed under paragraph (d):

(i) even if, where applicable, the delivery service used was notone
of those specified, or did not satisfy the criteria specified, in therelevant
notification under paragraph (d), or

(ii) even if that Office or organization has not sent to the Interna-
tionel Bureau a notification under paragraph (d).

82.2 Interruption in the Mail Service

(8) Any interested party may offer evidence that on any of the 10
days preceding the day of expiration of the time limit the postal service
was interrupted on account of war, revolution, civil disorder, strike,
natural calamity, or other like reason, in the locality where the inter-
ested party resides or has his place of business or is staying.

(b) If suck circumstances are proven to the satisfaction of the
national Office or intergovernmental organization whick is the ad-
dressee, delay in arrival shall be excused, provided that the interested
party proves to the satisfaction of the said Office or organization that
be effected the mailing within five days after the mail service was

resumed. The provisions of Rule 82.1(c) shall apply mutatis mutandis.

Delay or Loss in Mail. Delay orloss in the mail shall be excused
when it is proven to the satisfaction of the receiving Office that
the concerned letter or document was mailed at least five days
before the expiration of the time limit, The mailing must have
been by registered air mail or, where surface mail would
normally arrive at the destination concemed within two days of
mailing, by registered susface mail (PCT Rule 82.1(a) to (c)).
PCT Rule 82 contains detailed provisions governing the situa-
tion where a letter arrives late or gets lost due to irregularities in
the mail service, for example, because the mail service was
interrupted due o a strike. The provisions operate to excuse
failure to meet a time limit for filing a document for up to six
months after the expiration of the time limit concemed, pro-
vided that the document was mailed at least five days before the
expiration of the time limit. In order to take advantage of these
provisions, the mailing must have been by registered airmail or,
where surface mail would normally arrive at the destination
concermned within two days of mailing, by registered surface
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mail. Evidence is required to satisfy the Office, and a substitute
document must be filed promptly—-see PCT Rule 82. l(b) and
(c) for details.

Interruption in the Mail Service. The provisions of PCT Rule
82.1(c) apply mutatis mutandis for interruptions in the mail
service caused by war, revolution, civil disorder, strike, natural
calamity or other like reasons (PCT Rule 82.2).

Special provisions also apply to mail interruptions caused
by war, revolution, civil disorder, strike, natural calamity or
other like reasons—see PCT Rule 82.2 for details.

See PCT Rule 80.5 for guidance on periods which expire on
a non-working day.

1836 Rectification of Obvious Errors [R-15]

PCT Rule 91 Obvious Errors in Documents
911 Reclgﬁcauon

(a) Subject o paragraphs (b) to (gquater), obvious errors in the
international application or other papers submitted by the applicant
may be rectified.

(b) Esrors which are due to the fact that something other than what
was obviously intended was written in the international application or
other paper shall be regarded as obvious errors. The rectification itself
shall be obvious in the senge that anyone would immediately realize
that nothing else could have been intended than what is offered as
rectification.

{c) Omissions of entire elements or sheets of the international
application, even if clearly resulting from inattention, at the stage, for
example, of copying or asgembling sheets, shall not be rectifiable.

(d) Rectification may be made on the request of the applicant. The
authority having discovered what appears (o be an obvious ervor may
invite the applicant to present a request for rectification as provided in
paragraphs (e) to (g-quater). Rule 26.4(a) shall apply mutatis mutandis
to the manner in which rectifications shall be requested.

(e) No rectification shall be made except with the express autho-
rization:

(i) of the receiving Office if the error is in the request,

(ii) of the International Searching Authority if the error is in any
past of the international application other than the request or in any
paper submitted (o that Authority,

(iii) of the International Preliminary Examining Authority if the
error is in any part of the international application other than the request
or in any paper submitted to that Authority, and

(iv) of the Internstional Bureau if the error is in any paper, other
than the international spplication or amendments or cosrections to that
application, submitted to the International Bureau.

(f) Any authority which suthorizes or refuses any rectification
shall promputly notify the applicant of the authorization or refusal and,
in the case of refusal, of the reasons therefor. The authority which
authorizes a rectification shell prompily notify the International Bu-
reau accordingly. Where the authorization of the rectification was
refused, the International Bureau shall, upon request meade by the
applicant prior to the time relevant under paragraph (gbis), (gter) or
(gquater) and subject to the payment of a special fee whose amount
shall be fixed in the Administrative Instructions, publish the request for
rectification together with the international application. A copy of the
request for rectification shall be included in the communication under
Asticle 20 where a copy of the pamphlet is not used for that communi-
cation or where the international application is not published by virtue
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of Article 64(3).

(g) The authorization for recuﬁcauon referred to in paragraph ()
shall, subject to paragraphs (gbis), (gter) and (gquater), be effective:

(i) where it is given by the receiving Office or by the International
Searching Authority, if its notification to the International Bureau
reaches that Bureau before the expiration of 17 months from the
priority date;

(ii) where it is given by the International Preliminary Examining
Authority, if it is given before the establishment of the international
preliminary examination report;

(iii) where it is given by the International Bureau, if it is given
before the expiration of 17 months from the priority date.

(gbis) If the notification made under paragraph (g)i) reaches the
International Bureau, or if the rectification made under paragraph
(g)(iii) is authorized by the International Bureau, after the expiration of
17 months from the priority date but before the technical preparations
for international publication have been completed, the authorization
shall be effective and the rectification shall be incorporated in the said
publication.

(gter) Where the applicant has asked the International Bureau to
publish his international application before the expiration of 18 months
from the priority date, any notification made under paragraph (g)(i)
mustreach, and any rectification made under paragraph (g)(iii) must be
authorized by, the International Bureau, in order for the authorization
to be effective, not later than at the time of the completion of the
technical preparations for international publication.

(gquater) Where the international application is not published by
virtue of Article 64(3). any notification made under paragraph (g)i)
mustreach, and any rectification made under paragraph (g)(iii) must be
authorized by, the International Bureau, in order for the authorization

to be effective, not later than at the time of the communication of the .

international application under Article 20.

Obvious errors in the international application or other
papers submitted by the applicant may generally be rectified
under PCT Rule 91, if therectification is authorized, as required,
within the applicable time limit. Any such rectification is free of
charge. The omission of entire sheets of the description cannot
be rectified, even if resulting from inaitention at the stage of
copying or assembling sheets.

Applicants often atiempt to rely upon the priority applica-
tion to establish a basis for obvious error. The priority document
(application) cannot be used to support obvious error correc-
tions. The rectification is obvious only in the sense that anyone
would immediately realize that nothing else could have been
intended than what is offered as rectification. For example, a
misspelled word would be considered an obvious error subject
to rectification. A missing chemical formuia or missing line of
text would not be considered obvious error subject to rectifica-
tion.

Rectifications must be authorized:

(1) if the error is in the request—Dby the Receiving Office;

(ii) if the efror is in the description, the claims, the drawings
or the abstract—by the International Searching Authority, orby
the International Preliminary Examining Authority where the
international application is pending before the latter Authority;

(ii) if the error is in any paper other than the international
application or amendments or corrections to nt—-by the Interna-
tional Bureau.

The request for rectification must be addressed to the author-
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ity competent to authorize the rectification. It must be filed in

time for the rectification to be authorized and for notificationof
the authorization to reach the International Bureau before the

expiration of the applicable time limit, namely:

(i) where the authorization is given by the Recenvmg Office
or the International Searching Authority—its notification must
reach the International Bureau before the expiration of 17
months from the priority date (or later, before the technical
preparations for international publication have been completed);

(ii) where the authorization is given by the International
Preliminary Examining Authority—it must be given before the
establishment of the international preliminary examination re-
port;

(iii) where the authorization is given by the International
Bureau—it must be given before the expiration of 17 months
from the priority date (or later, before the technical preparations
for international publication have been completed).

The patent examiner, in his capacity as an officer of either

the International Searching Authority or International Prelimi-

nary Examining Authority, informs the applicant of the autho-
rization or refusal to authorize the rectification of obvious
errors. The International Searching Authority informs the appli-
cant of the decision by use of Form PCT/ISA/217, while the
International Preliminary Examining Authority informs the
applicant of the decision by use of Form PCT/IPEA/412.
Where the examiner discovers what might be considered an
obvious error, an invitation to request rectification (Form PCT/
ISA/216 or PCT/IPEA/411) should be mailed to applicant.

1840 The International Searching Authority
[R-15]

35 U.S.C. 362 International Searching Authority and International
Preliminary Examining Authorify.
(a) The Patent and Trademark Office may act as an International

- Searching Authority and International Preliminary Examining Author-

ity with respect to international applications in accordance with the
termis and conditions of an agreement which may be concluded with the
Intemational Bureau, and may discharge all duties required of such
Authorities, including the collection of bandling fees and their trans-
mittal to the International Bureau.

(b) The handling fee, preliminary examination fee, and any addi-
tional fees due for international preliminary examination shall be paid
within such time as may be fixed by the Commissioner.

37 CFR 1.413 The Usited States International Searching Aushority.

(a) Pursuant to appointment by the Assembly, the United States
Patent and Trademark Office will act a8 en Internationsl Sesrching
Authority for international applications filed in the United States
Receiving Office and in other Receiving Offices as may be agreed upon
by the Comenissiones, in eccordance with agreement between the
Patent snd Trademark Office and the International Bureas (PCT Ant.
16(3)(b)).

(b) The Patent and Trademark Office, when acting as an Interna-
tional Searching Authority, will be identified by the fuil title “United
States International Searching Authority” or by the ebbreviation “ISA/
us.”

(c) The major functions of the International Searching Authority
include:
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(1 Approvmg or estabhshmg the title and abstract

(2) Considering the matter of unity of invention;

(3) Conducting international and international-type searches and
preparing international and international-type searchreports (PCT Art.
15, 17 and 18, and PCT Rules 25, 33 to 45 and 47); and

(4) Transmitting the international search report to the applicant
and the International Bureau.

The United States Patent and Trademark Office agreed to
and was appointed by the PCT Assembly, to act as an Interna-
tional Searching Authority. As such an authority, a primary
function is to establish documentary search reports on prior art
with respect to inventions whxch are the subject of applications.
See PCT Aricle 16.

Pursuant to an agreement concluded thh the International
Bureau, the USPTO, as an International Searching Authority,
agreed to conduct international searches and prepare intema-
tional search reports, for, in addition to the United States of
America, Brazil and Barbados. The agreement stipulated the
English language and specified that the subject matter to be
searched is that which is searched or examined in United States

national applications.

TRANSMITTAL OF THE “SEARCH COPY” TO THE
INTERNATIONAL SEARCHING AUTHORITY

The “search copy” is transmitted by the Receiving Office io
the International Searching Authority (PCT Article 12(1)), the. ..
details of the transmittal are provided in PCT Rule 23.

THE MAIN PROCEDURAL STEPS IN THE
INTERNATIONAL SEARCHING AUTHORITY

The main procedural steps that any international application
goes through in the International Searching Authority are the
following:

(i) the making of the international search (PCT Article 15),
and

(ii) the preparing of the international search report (PCT
Article 18 and PCT Rule 43).

COMPETENT INTERNATIONAL SEARCHING
AUTHORITY

In respect of international applications filed with the U.S,

-Receiving Office, the United States International Searching

Authority, which is the Examining Corps of the United States
Patent and Trademark Office, and the European Patent Office
ase competent to carry out the international search (PCT Article
16, PCT Rules 35 and 36, 35 U.S.C. 362 and 37 CFR 1.413).

The United States Patent and Trademark Office has in-
formed the International Burean that in addition to the United
States Patent and Trademark Office, the European Patent Office
is competent as an International Searching Authority for search-
ing all kinds of international applications filed in the United
States Receiving Office on and after October. 1, 1982, (PCT
Article 16(2) and PCT Rule 35.2(a)(i).
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INTERNATIONAL SEARCHING AUTHORITY

Choosing The European Patent Office (EPO) as an Interna-

tional Searching Authority could be advantageous to United
States applicants who designate countries for European Re-
gional patent protection in PCT International applications for
the following reasons:

(1) Claims may be amended according to EPO search
results before entering the European Office as a designated
Office.

(2) The EPO search fee need not be paid upon entering the
European Office as a designated Office.

(3) The EPO search results may be available for use in a
U.S. priority application.

(4) The EPO international search may be obtained without
the need for a European professional representative.

(5).The European Patent Office search could provide the
U.S. applicant with the benefit of a European art search (which
may be different from applicant's own or the USPTQ's search)
before it is necessary to enter the European Paient Office or
other designated Offices.

Some of the disadvantages that may occur due to the
European Patent Office making the international search are the
following:

(1) Additional mailing time to and from the EPO Searching
Authority may shorten the time for applicants to respond ©
various invitations from the EPO such as for comments on
abstracts and payments of additional search fees as well as for
PCT Asticle 19 amendments to the claims after issuance of the
International Search Report.

(2) There may be more difficulty in solving any procedural
problems between the applicant and the EPO than with the
USPTO due o physical distance and time differences.

The PCT Applicant's Guide provides helpful information
for communications with the European Patent Office.

1842 Chapter I Basic Flow [R-15]

MANUAL OF. PATENT EXAMINING PROCEDURE
MATTERS TO BE CONSIDERED WHEN CHOOSING AN

1840.01 The European Patent Ofﬁce as an

International Searchmg Authority [R- 15]

Since October 1, 1982, the European Patent Office (EPO)
has been available as a Searching Authority for PCT applica-
tions filed in the United States Receiving Office. The choice of
Searching Authority, either the EPO or the United States Patent
and Trademark Office, must be made by the applicant on filing
the international application. The choice of Searching Authority
may also be indicated on Form PTO-1382 Transmittal Letter.

It shouid be noted that the European Patent Office will not
search, by virtue of PCT Article 17(2)Xa)(i), any international
application to the extent that it considers that the international
application relates to subject matter set forth in PCT Rule 39.1.
Furthermore, the European Patent Office is not equipped to
search computer programs.

The international search fee for the European Patent Office
must be paid to the United States Patent and Trademark Office
(USPTO) as a Receiving Office at the time of filing the interna-
tional application. The search fee for the European Patent Office
is announced weekly in the Official Gazerte in United States
doliars. The search fee will change as costs and exchange rates
require. If exchange rates fluctuate significantly, the fee may
change frequently. Notice of changes will be published in the
Official Gazerte shortly before the effective date of any change.

If the European Patent Office as the International Searching
Authority considers that the international application does not-
comply with the requirement of unity of invention as sét forth in
PCT Rule 13, the European Patent Office will invite applicants
to timely pay directly 1o it an additional search fee in Deutsche
Marks for each additional invention.

Arevised fee calculation sheet (Form PCT/RO/101, Annex)
having appropriate spaces to indicate the choice of International
Searching Authority bas been developed so that applicants may
indicate which Intemnational Searching Authority is to make the
search.

Applicsnt HA

Oftfies (RQ)

Soareting
Auliority (BA)

rternationst
Gureay 68)

-
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1843 The International Search [R-15]

PCT Article 17

Procedure before the International Searching Authonty

(1) Procedure before the International Searching Authority shall be
governed by the provisions of this Treaty, the Regulations, and the
agreement which the International Bureau shall conclude, subject to
this Treaty and the Regulations, with the said Authority.

(2)(a) If the International Searching Authority considers:

(i) that the international application relates to a subject matter
which the International Searching Authority is not required, under the
Regulations, to search, and in the particular case decides not to search,
or

(ii) that the description, the claims, or the drawings, fail to
comply with the prescribed requirements to such an extent that a
meaningful search could not be carried out,
the said Authority shall so declare and shall notify the applicant and the
International Bureau that no international search report will be estab-
lished.

(b) If any of the situations referred to in subparagraph (a) is found
ic exist in connection with certain ciaims only, the international search
report shall so indicate in respect of such claims, whereas, for the other
claims, the said report shall be established as provided in Article 18.

(3)(a) If the International Searching Authority considers that the
international application does notcomply with the requirement of unity
of invention as set forth in the Regulations, it shall invite the applicant
to pay additional fees. The International Searching Authority shall
establish the international search report on those parts of the interna-
tional application which relate to the invention first mentioned in the
claims (“main invention”) and, provided the required additional fees
have been paid within the prescribed time limit, on those parts of the
international application which relate to inventions inrespect of which
the said fees were paid.

(b) The national law of any designated State may provide that,
where the national Office of the State finds the invitation, referred to in
gubparagraph (a), of the International Searching Authority justified
and where the applicant has not paid all additional fees, those parts of
theinternational application which consequently have ot been searched
shall, ag far as effects in the State are concerned, be considered
withdrawn unless a special fee is paid by the applicant to the national
Office of that State.

PCT Rule 33
Relevant Prior Art for the International Search
33.1 Relevant Prior Art for the Internasional Search

(2) For the purposes of Asticle 15(2), relevant prior art shall consist
of everytbing which has been made available to the public anywhere in
the world by meansof written disclosure (including drawings and other
llustrations) and whichis capable of being of assistance in determining
that the clsimed invention is or is not new and that it does or does not
involve an inventive step (i.e., thatit i¢ or is not obvious), provided that
the making svailable to the public occurred prior to the international
filing date.

(b) When any written disclosure refers (o an oral disclosure, use,
exhibition, or other means whereby the contents of the written disclo-
sure were made available to the public, and such making available to
the public oceusred on & date prior to the international filing date, the
international search report shall separately mention that fact and the
date on which it occurred if the making available to the public of the
written disclosure occurred on a date which is the same as, or later than,
the internationasl filing date.

(c) Any published application or any patent whose publication date
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is the same as, or later than, but whose filing date, or, where applicable,
claimed priority date, is earlier than the international filing date of the
international application searched, and which would constitute rel-
evant prior art for the purposes of Article 15(2) had it been published
prior to the international filing date, shall be specially mentioned in the
international search report.

33.2 Fields to Be Covered by the International Search

(a) The international search shall cover ali those technical fields,
and shall be carried out on the basis of all those search files, which may
contain material pertinent to the invention.

(b) Consequently, not only shall the art in which the invention is
classifiable be searched but also analogous arts regardless of where
classified. ,

(c) The question what arts are, in any given case, to be regarded as
analogous shall be considered in the light of what appears to be the
necessary essential function or use of the invention and not only the
specific functions expressly indicated in the international application.

(d) The international search shall embrace all subject matter that is
generally recognized as equivalent to the subject matter of the claimed
invention for all or certain of its features, even though, in its specifics,
the invention as described in the international application is different.

33.3 Oriernzation of the International Search

(2) International search shall be made on the basis of the claims,
with due regard to the description and the drawings (if any) and with
particular emphasis on the inventive concept towards which the claims
are directed.

(b) In so far as possible and reasonable, the international search
shall cover the entire subject matter to which the claims are directed or, __
to which they nught reasonably be expected to be directed after they
have been amended.

PCT Rule 39
Subject Matter under Article 17(2)(a)(i)
39.1 Definition
No International Seasching Authority shall be required to search an
international application if, and to the extent to which, its subject matter
is any of the folowing:

(i) scientific and mathematical theories,

(ii) plantor animal varieties or essentially biological processes for
the production of plants and animals, other than microbiological
processes and the products of such processes,

(iii) schemes, rules or methods of doing business, performing
purely mental acts or playing games,

(iv)methods for treatmentof the human or animal body by surgery
or therapy, as well as diagnostic methods,

(v) mere presentations of information,

(vi)compater programs to the extentthat the International Search-

.ing Authority is not equipped to search prior art concerning such

programs.

PCT Article 15 describes the objective of the international
search, i.e., 10 uncover relevant prior art, and also describes the
international-type search. It should be noted generally that an
international-type search is performed on all U.S. national
applications filed after June 1, 1978.

There are several benefits to applicants who use the PCT.
One of the three most commonly mentioned benefits is the
international search (and consequently the international search
report). The others are the time delay gained before having to
enter the national phase and the monetary savings since filing
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and translation fees are also deferred or indeed, may not be
" necessary depending upon the search results. The international
search gives applicants the benefit of knowing the status of the

prior art with respect to their invention before time for entry into

the national stage. This affords applicants the time © make
economic decisions whether to perfect their national stage
filings.

The objective of the international search is to discover
relevant prior art (PCT Article 15(2)). “Prior art” consists of
everything which has been made available to the public any-
where in the world by means of written disclosure (including
drawings and other illustrations); itis “relevant” inrespect of the
international application if it is capable of being of assistance in
determining that the claimed invention is or is not new and that
the claimed invention does or does notinvolve an inventive step
(i .e., that it is or is not obvious), and if the making available to
the public occusred prior to the interational filing date. For
further details, see PCT Rule 33. The international search is
made on the basis of the claims, with due regard to the descrip-
tion and the drawings (if any) contained in the international
application (PCT Article 15(3)). Categories of relevant prior art
as described in PCT Rule 33.1 are indicated in the search report
under the section “Documents Considered To Be Relevant.”
The various letter designations are defined on the search report
form (see PCT/ISA/210).

It is pointed out, for example, that:

(1) acategory X reference defeats novelty or defeats inven-
tive step when the reference is considered alone;

(2)acategory Y reference is said todefeat or refute inventive
step when combined with one or more other such references - the
combination being obvious to a person skilled in the art;

(3) a category A reference is one showing the general state
of the art but would not be considered to be of particular
relevance;

(4) a category E reference is an earlier document which is
published on or after the international filing date;

(5) a category P reference is a document published prior to
the international filing date but later than the claimed priosity
date (commonly called an intervening reference).

These are the most commonly used categories of referernices.

The examiner should not view these categories strictly in the
sense that they have a direct comparison to U.S. application of
prior art references, for example, a category X reference defeats
novelty and in that sense, it is closely amalogous to U.S.
consideration of 35 U.S.C. 102 prior ast. However, acategory X
reference can also defeat inventive step which is analogous to
U.S. consideration of 35 U.S.C. 103 prior art.

DOCUMENTS SEARCHED BY THE INTERNATIONAL
SEARCHING AUTHORITY

The International Searching Authority must endeavor (0
discover as much of the relevant prior art as its facilities permit
(PCT Asticle 15(4)), and, in any case, must consult the so-called
“minimum documentation” (PCT Rule 34).

-
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CERTAIN SUBJECT MATI’ER NEED NOT BE
SEARCHED

No International Searching Authority is required to perform .

an international search where the international application re-
lates to any of the following subject matters:

(i) scieniific and mathematical theories,

(ii) plant or animal varieties or essentially biological pro-
cesses for the production of plants and animals, other than
microbiological processes and the products of such processes,

(iii) schemes, rules or methods of doing business, perform-
ing purely mental acts or playing games,

_ (iv) methods for treatment of the human or animal body by
surgery or therapy, as well as diagnostic methods,

(v) mere presentation of information, and

(vi) computer programs to the exient that it, the said
Authority is not equipped to search prior art (PCT Arucle
17(2)(a)(@) and PCT Rule 39).

The applicant considering the filing of an international
application may be well advised not to file one if the subject
matter of the application falls into one of the above mentioned
areas. If be or she still does file, the International Searching
Authority may declare that it will not establish an international
search report. It is to be noted, nevertheless, that the lack of the
international search report in such case will not have, in itself,
any influence on the validity of the international application and
the latter’s processing will continue, including its communica-
tion to the designated Offices. )

The USPTO has declared that it will search and examine, in
international applications, all subject maiter searched and ex-
amined in U.S. national applications.

NO SEARCH REQUIRED IF CLAIMS ARE UNCLEAR

If the International Searching Authority considers that the
description, the claims, or the drawings fail to comply with the
prescribed requirements to such an extent that a meaningful
search could not be carried out, it may declare that it will not
establish a search report (PCT Asticle 17(2)( a) (ii) and (b)).
Such declaration may also be made in respect of some of the
claims only. The lack of the international search report will not,
in itself, bave any influence on the validity of the international
application and the latter’s processing will continue, including
its communication to the designated Offices. Where only some
of the claims are found to be “unsearchable,” the International
Searching Authority will not search them, but will search the
restof the international application. Any unsearched claims will

be indicated in the Search Report.

1844 The International Search Report [R-15]

PCT Article 18
The International Search Report
(1) T be international search report shall be established within the
prescribed time limit and in the prescribed form. ‘
(2) The intemnational search report shall, as soon as it has been
established, be transmitied by the Intemational Searching Authogity to
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PATENT COOPERATION TREATY
INTERNATIONAL SEARCH REPORT
(PCT Article 18 and Rules 43 and 44)

Applicant’s or agent’s file reference FOR FURTHER  sec Notification of Transmital of International Search Report
CMC-123-PCT ) ACTION (Form PCT/ISA/220) ss well a8, where applicable, gem S
Internationsl epplication No. Internations! filing date (day/month/iyear) | (Barliest) Priority Date
PCTIUS92/99999 11 MAY 1992 - 03 JUNE 1991

Applicant

COLUMBIA MARINE CORPORATION

This interniations] search report has been prepared by this International Seaeching Authority and is transmitied to the applicant
according to Article 18. A copy is being transmitied o the Intemnational Bureau,

This internationsl search’ report consists of & total of 4 shests.
E k is slso sccompenied by & copy of each prior art document cited in this report.

e

E(] Certain elaims were found unsearchable (See Box ).

.l

[x] usity of iaveatios s lacking (See Box ). R

3. The international application comtaing disclosure of & nuclentide sndier amine scld sequence lstizg and the
internstionsl search was casried out on the basis of the sequence listing

D filed with the internations! spplication.
D furnished by the spplicant separately from the international application,

bt ant sccompenied by ¢ detement to the effoct that & did not include matter
going beyond the disclosure in the international spplication as Gled.

tranacribed by this Authority.

4. Wih regasd to the tille, E the text @6 spproved es submitted by the spplicant.
D the text has been established by this Authority to reed s follows:

[]  tho text is spproved as submiced by e spplicast.

(s texs has bees cstsblished, sccording to Rule 38.2(b), by this Auhority es & appears
‘ in Box W, The epplicest may, within one moath from the date of mailing of this
inderaational searcl fopor, submit comments (o this Authority.

6. The Ggure of the drawings o be published with the ebatract is:
Figure No. L...... 88 tugpasied by the epplicant. D Noae of the figures.
besause the spplicent failed to suggut & figuse. ‘
becauss this figure betler characterizes the invention.

Form PCTNSAS210 (fient sheat)(uly 1992)e
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INTERNATIONAL SEARCH REPORT [ International spplication No.
- ' PCT/USS299999

Box | Qbservativas where certain claims were found uasesrchable (Continuation of ke } of first sheet)

This indernationsl repost has not been established in respect of certain claims under Asticle 17(2)(e) for the following reasons:

L. Claims Nog.: 6
because they relate o subject matier not required to be searched by this Authority, namely:

Claim 6 is directed to en algorithm for computing the devistion {rom & planned course and is subject matter which the
International Searching Authority is not required w search under Asticle 17(2)(a)i) and Rule 39(v).

2. Claims Nos.:
because they relste to parts of the international application that do not comply with the prescribed requirements to such
an extent that no meaningful intermational search can be carried out, specifically:

3. Claims Nos.: §
E’H because they ere dependent claims and are not drafled i eccordance with the second and third sentences of Rule 6.4(s).

Boz [! Observations where unity of lnveation i lacking (Contisuation of Uem 2 of first shost)

This Inernstions! Searching Authority found mulliple inventions in this international spplication, as follows:
(Form PCT/ISA/206 Previously Mailed.) ’
Group §. Claimms 1-4, drawn o & ssilboat sell-steering goer classified in class 114, subclass 144C.

Group . Claims 7-12, drawn (0 e compass with ao elarm W indicale devistion from & plasned course classified
in clage 340, subclass 9€7.

The iaventioa of group | describes & guar arrengoment thet controls the rudder whils the inventioa of group I
describes cirouitey which detesmines devistion from 8 planned course end ectivales en slasm dependent on the devistion.
The two inventicas do not chase & commos special techaicel feature since group | is dirested o ¢ mechanical gear
srrangement and group I is caly diresied to cizeuitry.

Ll

. E As olf required sdditional search foss were Umely paid by the spplicant, this international search report cavees ell seaschable
. claimes.

2. [ ] Asall searchable claims could be seasched without effort justifying ss sdditiona! fee, this Authoricy did not isvite payment
of eny edditioasl fos.

. [[] Asoaty some of tha required sdcitional search foss were timely paid by the applicast, this international seasch report covers
only those clains for whish foes were paid, specifically claims Nos.:

w

4. m o coquised additionsl search foss wore trmely paid by the epplicast. Coasequently, this intsraationa! search report is
restricted (o the nvention G mentioned la the cleime; i is covered by claims Nes.:

Remsel en Protest [ ] The addiionat ssurch fess were socompasied by the epplicast’s protest

"Xl No protest scoompasied the payment of eddiional seasch foss.
Form PCT/ISA/210 (continuation of fir eheat(1))(July 1992)%
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INTERNATIONAL SEARCH REPORT - International application No.
: PCT/US92199999

Box I TEXT OF THE ABSTRACT (Costinustioa of item § of the first sheet)

A wind vane steering gear (10) for a sailboat (1) comprising a bracket (11)
adapted for attachment to the bow of the sailboat for pivotally supporting a forward
rudder (12) and a wind vane (42) adjustable to different positions by means of an
actuating member (65) to control the position of the rudder.

Porms PCTBA/210 (coatimation of Gt thea(2))0uly 1997)¢
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INTERNATIONAL SEARCH REPORT International application No.
: : PCT/US92/99999

A. CLASSIFICATION OF SUBJECT MATTER
{PC(5) :B63H 25/02, 25/04
US CL  :114/144C; 340/987
According to International Patent Classification (IPC) or to both nationa! classification and IPC

B. FIELDS SEARCHED

Minimum documentation searched (classification system followed by classification symbols)
U.S. : 114/144C, 144R, 39; 340/987

Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched

Blectronic data base consulied during the intemationa! seesch (name of dats base and, where practicable, search terms used)
USPTO APS “self-mteering”, *wind vane”, “sailboat®

C. DOCUMENTS CONSIDERED TO BE RELEVANT

Ceategory® Citation of documnent, with indication, where eppropriate, of the relevent passages Relevast to claim No.
US, A, 3,880,104 (SAYE) 29 April 1975
(29.04.75)
£ figure 1 ’ 1
Y column 4, lines 3-27. 2-4
v GB, A, 392,415 (JONES) 18 May 1933 - 2
(18.05.33) page 3, lines 5-7, figure § 4
support 36.
A H. Water, “Sailboat Construction®, Volume 2, 14

published 1974, Sweet and Maxwell (London)
pages 138 to 192, egpecially pages 146-148.
AP IBM Technical Disclosure Bulletin, 112
Volume 17, No. 6, October 1991 (Armonk, -
New York), J.P. Green, “Integrated Circuit
and Electronic Compass®, pages 1344-1345.

A JP, A, 60-166,591 (Mitsubishi) 7-12
29 August 1985 (29.08.85), figure 4.
D FWM@W'.MM«!MC. D Ses putent Gmily eamex.
o [reserpe—— ] T et domumnt pubiialnd ofer o turemionsl filng dsw ov priseiry
ore tn i wst 5 02l widh Wos applentine bmt olend  wadessind G
() ‘.ﬁmﬂﬂﬂdﬁn“bu“ grsipls e Gy wibwlyleg e el .
T crior Gonunms publishod o or o Go inoestionnd (g e ©. Y0mumant of pusieniny alovenos; e cloitod \annics Suer bo
‘v f&“ﬂzﬁ“ﬁn:ﬂm.m wlan Go dovoment b @l edene
® aiblih o ]
. "“_"#h - v esliond Y'r— zm w“p vim :u:':
i GETD oo ol o “ mmmmmuum
ope P%muuwmhuhu °4° St e of $o e pemh Gy
Date of the ectual coaplation of the internsticaal soncel Dets of asillag of the intarastions! cesreh repont
14 SANUARY 1993
Nmud% sddeess of the ISA/UE Authoriand offieee
Wedbingios. D.C. 20231 PAT EXAMINER
FPacsimile No. NOT APPLICABLE Telaphoos No. _(703) 305-0000

Borm PCT/8A/210 (ssvond shout)(uly 19920
1800 - 34



-

PATENT COOPERATION TREATY

the applicant and the International Bureau.
(3) The international search report or the declaration referred to in

Article 17(2)(a) shall be translated as provided in the Regulations. The -

translations shall be prepared by or under the responsibility of the
International Bureau.

The results of the international search will be recorded in the
international search report (Form PCT/ISA/210), which is trans-
mitted with Form PCT/ISA/220 to the applicant and with Form
PCT/ISA/219 to the International Bureau. The search report
will be published by the International Bureau and will serve as
a basis for examination of the international application by the
designated Offices and the International Preliminary Examina-
tion Authority. -

The time limit for establishing the international search
report or the declaration under Article 17(2)(a) that no search
report will be established is 3 months from receipt of the search
copy by the searching authority or 9 months from the priority
date, whichever time limit expires later. To ensure timeliness,
Office policy is to set a shorter period for the search by the
examiner so that any corrections to the report can be made
timely and also to allow for review and mailing to the Interna-
tional Bureau. The Office strives to get all search reports to the
International Bureau by 16 months from the priority date or,
where there is no priority date, 9 months from the international
filing date. See PCT Rule 42.1.

The search report should not contain any expressions of
opinion, reasoning, argument or explanation as o any cited
prior art. Any such comments would be inappropriate and
should be used only if preliminary examination is or becomes a
partof the international proceeding. The searchreport is only for
the purpose of identifying prior art and not for commenting
thereupot.

The printed intemational search report form (Form PCT/
ISA/210) to be transmiited to the applicant and to the Interna-

_ tional Bureau contains two main sheets (“first sheet” and "sec-

ondsheet") to be used forall searches. These twomain sheets are
intended for recording the important features of the search such
as the fields searched and for citing documents revealed by the
search. The printed international search report form also con-
tains four optional continuation sheets for use where necessary.
There are two continuation sheets for each of the "first sheet”
and the "second sheet”: "continuation of first sheet (1)" and
“continuation of first sheet (2)", and "continuation of second
sheet” and "patent family annex”, respectively. The patent
family annex sheet is not currently used since patent family
information is not readily available to the examiner, The “con-
tinuation of first sheet (1)" is to be used only where an indication
is made on the first sheet that claims were found unsearchable
(item 1) and/or unity of invention is lacking (item 2). The
relevant indications must then be made on that continuation
sheet. The "continuation of first sheet (2)" is to contain the text
of the abstract where an abstract or an amended abstract has been

. established by the International Searching Authority (item 5)

and an indication to that effect is made on the first sheet. The
“continuation of second sheet" is to be used where the space on
the second sheet is insufficient for the citation of documents.
Lastly, the "extra sheet” may be used whenever additional space
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is required to complete information from the other sheets,

It is to be noted that only the "second sheet”, the "continu-
ation of second sheet" (if any) and the "continuation of firstsheet
(1)" (if any), will be the subject of international publication, as
the “first sheet" and the "continuation of first sheet (2)" (if any)
contain only information which will already appear on the front
page of the pamphlet.

The international search report must list the classification
identification of the fields searched using the IPC.

Where the international search report is entirely or partly
based on a previous search made for an application relating to
a similar subject, the relevant search files consulted for this
previous search must also be identified in the report as having
been consulied for the international application in question.

Restriction of the subiect of the infernational searck

The report must indicate whether the search was restricted
or not for any of the reasons indicated below.

If any such restrictions were applied, the claims in respect of
which a search has not been carried out must be identified and
the reasons of this should be indicated.

The three categories where such restrictions may arise are:

(a) lack of unity of invention;

(b) claims drawn to subject matterexcluded from the search;

(c) claims in respect of which a meaningful search.cannot be
carried out. - : o

Authentication and d

The identification of the International Searching Authority
which established the international search report and the date on
which the repost was drawn up should be indicated in the search
report. This date should be that of the drafting of the report by
the search examiner who carried out the search. In addition to
the date of actual completion of the international search, the
international search report shall also indicate the date on which
it was mailed to the applicant, which is important for the
computation of the time limit for filing amendments to the
claims under Asticle 19. See PCT Rules 43.1 and 43.2.

The international search report shall indicate the name of an
authorized officer of the International Searching Authority
which means the person who actually performed the search
work and prepared the search report. See PCT Rule 43.8. Note

* that the name is required but not the signature.

CONTENTS OF THE INTERNATIONAL SEARCH
REPORT

The international search report (PCT Rule 43) contains,
among other things, the citations of the documents considered
to be relevant (PCT Rule 43.5 and Administrative Instruction
Section 503), the classification of the subject matter of the
invention (PCT Rule 43.3 and Adminstrative Instruction Sec-
tion 504) and an indication of the fields searched (PCT Rule
43.6). Citations of particular relevance must be specially indi-
cated (Administrative Instruction Section 505); citations of
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" certain specific categories of documents are also indicated

(Administrative Instruction Section 507); citations which are
notrelevant to all the claims must be cited in relation to the claim
or claims to which they are relevant (Administrative Instruction
Section 508); if only certain passages of the cited document are
particularly relevant, they must be identified, for example, by
indicating the page, the column or the lines, where the passage

appears.

1844.01 Time for the International Search Report
[R-15)

. Publication of the international application occurs at 18
months from the earliest priority date or, where there is no
priority date, 18 months from the international application filing
date. The Office goal is to have the search report mailed in
sufficient time toreach the International Bureau by the end of 16
months from the priority date or 9 months from the filing date
if no priosity claim is made. This is necessary since the technical
preparations for publication are completed by 17.5 months from
the earliest priority date. In view of the treaty mandated publi-
cation and the time needed for technical preparation, the Office
sets time periods for completion of the search report which will
ensure sufficient time to complete intemal processing and
review and achieve receipt of search report at the International
Bureau by the 16th month from the priority date. See PCT Rule
42.1 for time limit for the search.

Thus, as amatter of practice, each examining Group tends to
setits internal time period for completion of the search report to
meet the time limits set by the International Division. The
International Division sets its time for completion (o ensure
adeguate time for review, cofrections (where necessary) and
mailing.

The date of transmittal of the search report becomes critical
for applicants since it starts the 2 month period for submission
of amendments to the claims under Article 19. See FCT Rule
46.1.

The Patent Cooperatioi: Treaty is extremely date sensitive
ang for that reason, examiners are encouraged to complete the
international search and prepare the search report promptly after
receipt. Monitoring and tracking procedures have been devised
to minimize the risk of late search reports and/or date fransmis-
sion thereof.

1846 Sections of the Articles, Regulations and
Administrative Instructions Under the PCT
Relevant to the International Search [R-15]

Asticles of the Treaty, Articles 15 - 20 (Annex T).
Regulations under the Treaty, Rules 33 - 47 (Annex T).
Administrative Instruction Sections 501 - 515 (Annex Al).
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1847 Refund ol' Intematxonal Search Fee [R-15]‘

37 CFR 1.446 Refund of mtemanonal application filing and process-
ing fees.

(a) Money paid for international application fees, where paid by
actual mistake or in excess, such as a payment not required by law or
Treaty and its Regulations, will be refunded.

(b) [Reserved]

(c) Refund of the supplemental search fees will be made if such
refund is determined to be warranted by the Commissioner or the
Commissioner’s designee acting under PCT Rule 40. 2(c).

(d) The international and search fees will be refunded if no
international filing date is accorded or if the application is withdrawn
before transmittal of the record copy to the International Bureau (PCT
Rules 15.6 and 16.2). The search fee will be refunded if the application
is withdrawn before transmittal of the search copy to the International
Searching Authority. The transmittal fee will not be refunded.

(e) The handling fee (§ 1.482(b)) will be refunded (PCT Rule 57.6)
only if:

(1) The Demand is withdrawn before the Demand has been sent
by the International Preliminary Exarmining Authority to the Interna-
tional Burean, or

(2) The Demand is considered not to have been submitted (PCT
Rule 54.4(a)).

[Paze. (d) emended and para. (e) added, S8 FR 4335, Jen. 14, 1993, effective
May 1, 1993]

Refund of the supplemental search fee will be made if the
applicant is successful in a protest (filed pursuant to 37 CFR

1.477) toabolding of lack of unity of invention. The supplemen- - .

tal search fee must be paid and be accompanied by (1) a protest
and (2) a request for refund of the supplemental search fee.

The search fee will be refunded if no intemational filing date
is accorded or if the application is withdrawn before the search
copy is transmitted to the International Searching Authority.
The transmittal fee will not be refunded.

Any request for refund of the search fee made afier the
search copy has been transmitted to the International Searching
Authority must be directed to the International Searching Au-
thority and pot to the Receiving Office. This is clearly necessary
where applicant has chosen the European Patent Office as the
search authority.

1848 Sequence Listings [R-15]

Administrative Instruction Section 513
Sequence Listings

(a)Where the Intemnational Searching Authority finds that an
international application containg & disclosure of a nucleotide and/or
amino acid sequence but the international epplication does not contain
a listing of that sequence, that Authority may invite the applicant to
furnishit with a sequence listing which is incompliance with Section 208.

(b)Wteere a sequence listing hias been furnished separately from the
international application to the International Searching Authority or
transcribed by that Authority, the international search report shall so
indicate. .

(c)Where & meaningful international search cannot be carried out

because a nucleotide and/or amino acid sequence listing isnot available -
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o the International Searching Authority in the required form, that
Authority shall so state in the international search report.

Where an international application contains disclosure of a

nucleotide and/or amino acid sequence, the description must
contain alisting of the sequence complying with WIPO Standard
ST. 23 (Recommendation for the Presentation of Nucleotide
and Amino Acid Sequences in Patent Applications and in
Published Patent Documents). If the International Searching
Authority finds that an international application contains such a
disclosure but that the description does not include such a listing
or that the listing included does not comply with that Standard,
the International Searching Authority may invite the applicant
to furnish a listing complying with that Standard.

If the International Searching Authority finds thataseguence
listing is not in a machine readable form provided for in the
Administrative Instructions, itmay invite the applicantto furnish
a listing to it in such a form. Again, the U.S. Receiving Office
would invite the applicant to supply the machine readable
diskette.

Different requirements apply, as set out in Annex C © the
Administrative Instructions, for the various International
Searching Authorities. Certain Authorities require listingsin a
specified format on a computer diskette. The requirements, if
any, of each International Searching Authority as to machine
readable form are set out or summarized in Annex C to the
Administrative Instructions. In some cases, that Annex indicated
that a machine readable form for sequence listings is not
required but is acceptable.

An invitation from the International Searching Authority to
furnish a sequence listing complying with WIPO Standard ST.
23 or Annex C to the Administrative Instructions, will specify
a time limit for response to the invitation. Any sequence listing
fusnished by the applicant must be accompanied by a statement
to the effect that the listing does not include matter which goes

. beyond the disclosure in the intemational application as filed. If

the applicant does not comply within that time limit, the search
undertaken by the International Searching Authority may be
restricted.

If the applicant wishes to include such a listing in the textof
the description itself, appropriate amendments may be made
later under Asticle 34, provided that the applicant files aDemand
for intemnational preliminary examination.

1849 SubjectMatter Excluded from International
Search [R-15]

The examiner is not required to perform an international
search on claims which relate to any of the following subject
matter: (i) scientific and mathematical theories, (ii) plant or
animal varicties or essentially biological processes for the
production of plants and animals, other than microbiological
processes and the products of such processes, (iii) schemes,
rules or methods of doing business, performing purely mental
acts or playing games, (iv) methods for treatment of the buman
or animal body by surgery or therapy, as well as diagnostic
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methods, (v) mere presentation of information, and (vi) computer
programs to the extent that the Authority is not equipped to
search prior art concerning such programs. See PCT Rule 39. In
additon, the examiner is not required to search the international
application, to the extent that a meaningful search cannot be
carried out, in certain cases where a nucleotide and/or amino
acid sequence listing is not furnished in accordance with the
prescribed standard or in a machine readable form. See
Administrative Instruction 513(c). If none of the claims are
required to be searched, the examiner will declare that no search
report will be established using form PCT/IS A/203. It should,
nevertheless, be noted that the lack of an international search
reportin such a case does not, in itself, have any influence on the
validity of the international application, the processing of
which, including its communication to the designated Offices,
continues.

1850 Unity of Invention before the
International Searching Authority [R-15]

PCT Rule 40
Lack of Unity of Invention (International Search)
40.I Invitation to Pay
The invitation to pay additional fees provided for in Article
17(3)(a) shall specify the reasons for which the international applica-
tion is not considered as complying with the requirement of unity of
invention and shall indicate the amount fo be peid. - -

40.2 Additional Fees

(2) The amount of the additional fee due for searching under Article
17(3)2) shall be determined by the competent International Searching
Authority.

(b) The additional fee due for searching under Article 17(3)(a) shall
be payable disect to the International Searching Authority.

(c) Any applicant may pay the additional fee under protest, that is,
accompanied by areasoned statement to the effect that the international
application complies with the requirement of unity of invention or that
the amount of the required additional fee is excessive. Such protest
shall be examined by a three-member board or other special instance of
the International Searching Authority or any competent higher author-
ity, which, to the extent that it finds the protest justified, shall order the
total or partial reimbursement to the applicant of the additional fee. On
the request of the applicant, the textof both the protest and the decision
thereon shall be notified to the designated Offices together with the
international search report. The applicant shall submit any transiation
thereof with the furnishing of the translation of the international

. application required under Article 22.

(d) The three-member board, special instance or competent higher
authority, referred to in peragraph (c), shall not comprise any person
who made the decision which ig the subject of the protest.

LA L]
40.3 Time Limit

The time limit provided for in Article 17(3)(a) shall be fixed, in
each case, according (o the circumstances of the case, by the Intema-
tional Searching Authority; it shall not be shorter than 15 or 30 days,
respectively, depending on whether the applicant’s address is in the
game country as or in a different country from that in which the
International Searching Authority is located, and it shall not be longer
than 45 days, from the date of the invitation.

Rev. 15, Aug, 1693



1850
PCT Administrasive Instructions Section 502
Transmittal of Protest Against Payment of Additional Fee and
Decision Thereon Where International Application Is Considered to
Lack Unity of Invention

The International Searching Authority shall transmit to the appli-
cant, preferably at the latest together with the international search
report, any decision which it has taken under Rule 40.2(c) on the protest
of the applicant against payment of an additional fee where the
international application is considered to lack unity of invention. At the
same time, it shall transmit to the International Bureau a copy of both
the protest and the decision thereon, as well as any request by the
applicant to forward the texts of both the protest and the decision
thereon to the designated Offices.

37 CFR 1.475 Unity of invention before the International Searching
Authority, the International Preliminary Examining Authority and
during the national stage.

(a), An international and a national stage application shall relate to
one invention only or o a group of inventions so linked as to form a
single general inventive concept (“requirement of unity of invention”).
Where a group of inventions is claimed in an application, the require-
menj of unity of invention shall be fulfilled only when there is a
technical relationship among those inventions involving one or more of
the same or corresponding special technical features. The expression
"special technical features” shall mean those technical features that
define a contribution which each of the claimed inventions, considered
as a whole, makes over the prior art.

(b) An international or a nationsl stage application coniaining
claims to different categories of invention will be considered W have
unity of invention if the claims are drawn only to one of the following
combinations of categosies:

(1) A product and a process specially adapted for the manufacture
of said product; or

(2) A product and a process of use of said product; or

(3) A product, e process epecially adapted for the manufacture of
the said product, and a use of the said product; or

(4) A process and an apparatus of means specifically designed for
carrying out the said process; or

(5) A product, a process specially adapted for the manufacture of
the said product, and an apparatus or means specifically designed for
carrying out the said process.

“(c) If an application contains claims to more or less than one of the
combinations of categories of invention set forth in pasagraph (b) of
this gection, unity of invention might not be present.

(d) If multiple products, processes of manufacture or uses are
claimed, the first invention of the category first mentioned in the claims
of the application and the first recited invention of each of the other
categories related thereto will be considered a8 the main invention in
the claims, see PCT Asticle 17(3)a) and § 1.476(c).

(e) The determination whether g group of inventions is o linked
a5 (o form 8 single general inventive concept shall be made without
regard to whether the inventions are claimed in separate claims or as
alternsatives within a single claim,

[Pages. (s} - (e) amended and pasa. (f) deleted, 58 FR 4335, Jan. 14, 1993,
effective May 1, 1993]

37 CFR 1.477 Protest to lack of unity of invension before the
Intepnagional Searching Authorisy.

(2) If the applicant disegrees with the bolding of lack of unity of
invention by the International Searching Authority, additional fees
may be paid under protest, accompanied by a request for refund and a
statement setting forth reasons for disagreement or why (he required
additional fees are considered excessive, or both (PCT Rule 40.2(c)).
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(b) Protest under paragraph (a) of this section will be examined by
the Commissioner or the Commissioner’s designee. In the event that
the applicant’s protest is determined to be justified, the additional fees
or a portion thereof will be refunded.

(c) An applicant who desires that a copy of the protest and the
decision thereon accompany the international search veport when
forwarded to the Designated Offices, may notify the International
Searching Authority to that effect any time prior to the issuance of the
international search report. Thereafter, such notification should be
directed to the International Bureau (PCT Rule 40.2(c)).

THE REQUIREMENT FOR “UNITY OF INVENTION”

Any international application must relate to one invention
only or to a group of inventions so linked as to form a single
general inventive concept (PCT Article 3(4)(iii) and 17(3)(a),
PCT Rule 13.1, and 37 CFR 1.475). Observance of this require-
ment is checked by the Intemational Searching Authority and
may be relevant in the national (or regional) phase.

The decision in Caterpillar Tractor Company v. Commis-
sioner of Patents and Trademarks, 231 USPQ 590 (E.D. Va.
1986) held that the Patent and Trademark Office interpretation
of 37 CFR 1.141(b)(2) as applied to unity of invention determi-
nations in international applications was not in accordance with
the Patent Cooperation Treaty and its implementing regula-
tions. In the Caterpillar international application, the USPTO
acting as an International Searching Authority, had held lack of
unity of invention between a set of claims directed to a process
for forming a sprocket and a set of claims drawn to an apparatus

(die) for forging a sprocket. The court stated that it was ah

unreasonable interpretation to say that the expression "specifi-
cally designed" as found in former PCT Rule 13.2(ii) means that
the process and apparatus have unity of invention if they can
only be used with each other, as set forth in MPEP § 806.05(e).

Therefore, when the Office considers international applica-
tions as an International Searching Authority, as an Interna-
tional Preliminary Examining Authority, and during the na-
tional stage as a Designated or Elected Office under 35 U.S.C.
371, PCTRule 13.1 and 13.2 will be followed when considering
unity of invention of claims of different categories without
regard to the practice in national applications filed under 35
U.S.C. 111. No change was made in restriction practice in
United States national applications filed under 35 U.S.C. 111
outside the PCT.

In applying PCT Rule 13.2 1o international applications as
an International Searching Authority, an International Prelimi-
nary Examining Authority and to national stage applications
under 35 U.S.C. 371, examiners should consider for unity of
invention all the claims to different categories of invention in the
application and permit retention in the same application for
searching and/or preliminary examination, claims to the catego-
ries which meet the requirements of PCT Rule 13.2.

PCT Rule 13.2, as it was modified effective 01 July 1992, no
longer specifies the combinations of categories of invention
which are considered to have unity of invention. Those catego-
ries, which now appear as a part of Annex B to the Administra-
tive Instructions, has been substituted with a statement describ-
ing the method for determining whether the requirement of
unity of invention is satisfied. Unity of invention exists only
when there is a technical relationship among the claimed inven-
tions involving one or more special technical features. The term
"special techmical features” is defined as meaning those techni-
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cal features that define a contribution which each of the inven-

tions considered as a whole, makes over the prior art. The

determination is made based on the contents of the claims as .

interpreted in light of the description and drawings. Annex B
also contains examples concerning unity of invention.

Independent and Dependent Claims

Unity of invention has to be considered in the first place only
in relation to the independent claims in an international
application and not the dependent claims. By “dependent’” claim
is meant a claim which contains all the features of another claim
and is in the same category of claim as that other claim (the
expression “category of claim” referring to the classificationof
claims according to the subject matier of the invention claimed
—for example, product, process, us¢ or apparatus or means,
etc.).

If the independent claims avoid the prior art and satisfy the
requirement of unity of invention, no problem of lack of unity
arises in respect of any claims that depend on the independent
claims. In particular, it does not matter if a dependent claim
itself contains a further invention. Equally, no problem arises in
the case of a genus/species situation where the genus claim
avoids the prior art. Moreover, no problem arises in the case of
a combination/subcombination situation where the
subcombination claim avoids the prior art and the combination
claim includes all the features of the subcombination.

If, bowever, an independent claim does not avoid the prior
art, then the question whether there is still an inventive link
between all the claims dependent on that claim needs to be
carefully considered. If there is no link remaining, an objection
of lack of unity (that is, arising only after assessment of the prior
art) may be raised. Similar considerations apply in the case of
a genus/species or combination/subcombination situation,

This method for determining whether unity of invention
exists is intended to be applied even before the commencement
of the international search. Where a search of the peior art is
made, an initial determination of unity of invention, based on the
assumption that the claims avoid the prior art, may be
reconsidered on the basis of the results of the search of the prior
ast.

Tlustrations of Particular Situations

There are three particular situations for which the method
for determining unity of invention contained in PCT Rule 13.2
is explained in greater detail:

(i) combinations of different categories of claims;
(ii) so-called “Markush practice”; and
(iii)intermediate and final products.

Principles for the interpretation of the method contained in
PCT Rule 13.2, in the context of each of those situations are set
out below. It is understood that the principles set out below are,
in all instances, interpretations of and not exceptions to the
requirements of PCT Rule 13.2,

Examples to assist in understanding the interpretation on the
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three areas of special concern referred to in the preceding
paragraph are set out below. ‘

Combinations of Different Categories of Claims

Themethod for determining unity of invention under Rule 13
shall be construed as permitting, in particular, the inclusion of
any one of the following combinations of claims of different
categories in the same international application;

(i)in addition to an independent claim fora given product, an
independent claim for a process specially adapted for the
manufacture of the said product, and an independent claim for
a use of the said product, or

(ii)in addition to an independent claim for a given process,
an independent claim for an apparatus or means specifically
designed for carrying out the said process, or

(iii)in addition to an independent claim for a given product,
an independent claim for a process specially adapted for the
manufacture of the said product and an independent claim for an
apparatus or means specifically designed for carrying out the
said process,

itbeing understood thata process is specially adapted for the
manufacture of a product if it inherently results in the product
and that an apparatus or means is specifically designed for
carrying out a process if the contribution over the prior ast of the. .
apparatus or means corresponds to the contribution the process
makes over the prioe art.

Thus, a process shall be considered to be specially adapted
for the manufacture of a product if the claimed process inherently
results in the claimed product with the technical relationship
being presentbetween the claimed product and claimed process.
The words “specially adapted” are not intended to imply that the
product could not also be manufactured by a different process.

Also an apparatus or means shall be considered to be
“specifically designed for carrying out” a claimed process if the
contribution over the prior art of the apparatus or means
corresponds to the contribution the process makes over the prior
art. Consequently, it would not be sufficient that the apparatus
or means is merely capable of being used in carrying out the
claimed process. However, the expression “specifically
designed” does not imply that the apparatus or means could not
be used for carrying out another process, nor that the process

- could not be carried out using an alternative apparatus or means.

“Markush Practice”

The situation involving the so-called “Markush practice”
wherein a single claim defines alternatives (chemical or non-
chemical)isalso governedby Rule 13.2. In this special situation,
the requirement of a technical interrelationship and the same or
corresponding special technical features asdefinedinRule 13.2,
shall be considered to be met when the alternatives are of a
similar nature. ‘

When the Markush grouping is for alternatives of chemical
compounds, they shall be regarded as being of a similar nature
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where the following criteria are fulfilled:
(A) all alternatives have a common property or activity, and
(B)(1) a common structure is present, i.e., a significant
structural element is shared by all of the alternatives, or
(B)(2) in cases where the common structure cannot be the
unifying criteria, all alternatives belong to a recognized class of
chemical compounds in the art to which the invention periains.

Inparagraph (B)(1), above, the words “significant structural
element is shared by all of the alternatives” refer to cases where
the compounds share a common chemical structure which
occupies a large portion of their structures, or in case the
compounds bave in common only a small portion of their
structures, the commonly shared structure constitutes a
structurally distinctive portion in view of existing prior art. The
structural element may be a single component or a combination
of individual components linked together.

In-paragraph (B)X2), above, the words “recognized class of
chemical compounds” mean that there is an expectation from
the kmowledge in the art that members of the class will behave
in the same way in the context of the claimned invention. In other
words, each member could be substituted one for the other, with
the expectation that the same intended result would be achieved.

The fact that the alternatives of a Markush grouping can be
differently classified shall not, taken alone, be considered to be
justification for a finding of a lack of unity of invention.

When dealing with altemnatives, if it can be shown that at
least one Markush alternative is not novel over the prior art, the
question of unity of invention shall be reconsidered by the
examiner. Reconsideration does not necessarily imply that an
obijection of lack of unity shall be raised.

Intermediate and Final Products

The situation involving intermediate and final products is
also govemed by Rule 13.2.

The term “intermediate” is intended to mean intermediate or
starting products. Such products have the ability to be used to
peoduce final products through a physical or chemical change in
which the intermediate loses its identity.

Unity of invention shall be considered to be present in the
context of intermediate and final products where the following
two conditions are fulfilled:

(A)tbeintermediate and final products have the same essential
structural clement, in that:

(1)the basic chemical structures of the intermediate and the
final products are the same, of

(2)the chemical structures of the two products are technically
closely interrelated, the intermediate incorporating an essential
structural element into the final product, and

(B)the intermediate and final products are technically
interrelated, this meaning that the final product is manufactured
directly from the intermediate or is separated from it by a small
number of intermediates all containing the same essential
structural element.

Unity of invention may also be considered to be present
between intermediate and final products of which the structures
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are not known—for example, as between an intermediate having
a known structure and a final product the structure of which is
not known, or as between an intermediate of unknown structure
and a final product of unknown structure. In order to satisfy
unity in such cases, there shall be sufficient evidence to lead one
toconclude that the intermediate and final products are technically
closely interrelated as, for example, when the intermediate
contains the same essential element as the final product or
incorporates an essential element into the final product.

It is possible to accept in a single intemational application
different inicrmediate products used in different processes for
the preparation of the final product, provided that they have the
same essential structural element.

“The intermediate and final products shall not be separated,
in the process leading from one to the other, by an intermediate
which is not new.

If the same international application claims different
intermediates for different structural parts of the final product,
unity shail not be regarded as being present between the
intermediates.

If the intermediate and final products are families of
compounds, each intermediate compound shall correspond to a
compound claimed in the family of the final products. However,
some of the final products may have no corresponding compound
in the family of the intermediate products so that the two
families need not be absolutely congruent.

Aslong as unity of invention can be recognized applying tl;e -

above interpretations, the fact that, besides the ability to be used
to produce final products, the intermediates also exhibit other
possible effects or activities shall not affect the decision on unity
of invention.

Rule 13.3 requires that the determination of the existence of
unity of invention be made without regard to whether the
inventions are claimed in separate claims or as alternatives
within a single claim.

Rule 13.3 is not intended to constitute an encouragement to
the use of alternatives within a single claim, but is intended to
clarify that the criterion for the determination of unity of
invention (namely, the method contained in Rule 13.2) remains
the same regardless of the form of claim used.

Rule 13.3 does not prevent an International Searching or
Preliminary Examining Authority or an Office from objecting
to altematives being contained within a single claim on the basis
of congiderations such as clarity, the conciseness of claims or
the claims fee system applicable in that Authority or Office.

LACK OF UNITY OF INVENTION

See Annex B of the Administrative Instructions for ex-
amples of unity of invention.

The search fee which the applicant is required to pay is
intended to compensate the International Searching Authority
for carrying out an international search on the international
application, but only where the international application meets
the “requirement of unity of invention". That means that the
international application must relate to only one invention or
must relate to a group of inventions which are so linked as o

1800 - 40




PATENT COOPERATION TREATY

form a single general inventive concept (PCT Articles 3(4)iii)
and 17(3)(a)). -

If the International Searching Authority finds that the inter- -

national application does not comply with the requirement of
unity of invention, the applicant will be invited to pay additional
search fees. The International Searching Authority will specify
the reasons for its findings and indicate the number of additional
fees to be paid (PCT Rules 40.1, 40.2(a) and (b)). Such addi-
tional fees are payable directly to the International Searching
Authority which is conducting the search, either the United
States Patent and Trademark Office or European Patent Office,
within the time limit fixed, which must not be shorter than 15
days, if the applicant’s address is in the same country as the
International Searching Authority; or 30 days, if applicant’s
address is in a country different than the country of the Interna-
tional Searching Authority ; and not longer than 45 days from
the date of the invitation (PCT Rule 40.3)). The search fee
amounts for the U.S. and the European Patent Office are found
in each weekly edition of the Official Gazette .

The International Searching Authority will establish the
international search report on those parts of international appli-
cation which relate to the “main invention,” thatis, the invention
or the group of inventions so linked as to form a single general
inventive concept fiest mentioned in the claims (PCT Article 17
(3)Xa)). Moreover, the international search report will be estab-
lished also on those parts of the international application which
relate to any invention (or any group of inventions so linked as
to form a single general inventive concept) in respect of which
the applicant has paid any additional fee within the prescribed
time limnits.

Any applicant may pay the additional fee under protest, that
is, accompanied by a reasoned statement to the effect that the
international application complies with the requirement of unity
of invention or that the amount of the required additional fee is
excessive (PCT Rule 40.2(c)). Any such protest filed with the
U.S. Intemational Searching Authority will be. examined and
decided by the Group Director (37 CFR 1.477). To the extent
thatthe applicant’s protest is found to be justified, total or partial

. reimbursement of the additional fee will be made. On the

request of the applicant, the text of both the protest and the
decision thereon is sent to the designated Offices together with
the international search report (37 CFR 1.477).

Where, within the prescribed time limit, the applicant does
not pay any additional fees or only pays some of the additional
fees indicated, cestain parts of the international application will
consequently not be searched. The lack of an international
search repost in respect of such parts of the international
application will, in itself, have no influence on the validity of the
international application and processing of the international
application will continue, both in the international and in the
national (regional) phases. The unsearched claims, upon eniry
into the national stage, will be considered by the examiner and
may be the subject of a bolding of lack of unity of invention,

See MPEP § 1875.01 for telephone unity practice. It applies
in the same manner under Chapter 1.

1851 Identification of Patent Documents [R-15]

The examiner, in completing the international seasch report
as well as the Chapter II written opinion and final report, is
required to cite the references in accordance with the provisions
of Administrative Instructions 503 and 611, These sections of
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the Administrative Instructions require reference citations to
include, in addition to other information which is apparent from
the forms which the examiner fills out, sections 503 and 611
require an indication of the two-letier country code of the
country or entity issuing or publishing the document, and the
standard code for identifying the kind of paient document. The
discussion which follows is limited to the identification of
patent documents (and non-patent publications) and a listing of
the two-letter country codes for countries or other entities which
issue or publish industrial property information.

The standard codes for identifying different kinds of patent
documents are found in the "Handbook On Industrial Property
Information And Documentation” - Standard 16 which is pub-
lished by the World Intcllectual Property Organization. The
listing is extensive. The Special Program Examiners in each
examining Group has a complete copy of Standard 16. Provided
herein is an abbreviated version representing the countries and
codes commonly used by the examiner in drawing up search
reports.

U.S. patent documents, for example, are Code A documents
generally. Reexamination certificates are Code B documents.
All non-patent literature documents are Code N. Numerical
designations which are sometimes found on published docu-
ments along with the letter code designation should be used by
the examiner only if such numerical designation is on the
document. Numerical codes along with letter codes can be
found, for example, on certain published patent documents such
as the German Offenlegungsschrift and published international
applications. If numerical designations are not provided, the ..
examiner should use only the letier code designation.

The most commonly cited documents are patents. A guide-
line for the citation of such documents is listed below. The
listing is indicated in the order in which the elements should be
listed.

In the case of a patent document:

(1) the Office that issued the document, by the two letter
code (WIPO Standard ST.3);

(2) the kind of document, by the appropriate symbols as
indicated on the original document or as given in Appendix Il to
WIPO Standard ST.16;

(3) the number of the document as given to it by the Office
that issued it (for Japanese patent documents the indication of
the year of the reign of the Emperor must precede the serial
number of the patent document);

(4) the name of the patentee or applicant (in capital letters,
where appropriate, abbreviated);

(5) the date of publication of the cited patent document
indicated thereon;

(6) where applicable, the pages, columns or lines whese the
relevant passages appear, or the relevant figures of the draw-
ings.

(The following example illustrates the citation of a patent
document as indicated above:

JP, B, 50-14535, NCR CORPORATION, 28 May 1975
(28.05.75), see Column 4, lines 3 to 27.)

STANDARD CODE FOR IDENTIFICATION OF DIFFERENT
KINDS OF PATENT DOCUMENTS

The Code is subdivided into groups of letters. The groups charac-
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terize patent documents and non-patent literature docwments (N) and - - France®
restricted documents (X). Groups 1-5 comprise one or several letters ,
enabling identification of documents pertaining to different publica- France
France
tion levels. ]
Group L Use for primary or major series of patent docu France
ments France
A First publication level
B Second publication level Germany
C Third publication level Germany
Group 2 Use for secondary series of patent documents (document pu-
E First publication level blished by the
F Second publication level ‘l;nt;nt Office
. .. e former GDR)
G Third publication level Germany
- Group3 Use for further series of patent documents, as the (document pu-
special requirements of each Office may be blished by the
H Patent Office
1 of the former GDR)
T Publication, for information or other purposes, of H“{'S"’Y
the translation of the whole or part of a patent Indie
) document already published by another office or {‘::“d
organization szn
Group 4 Use for major special types of patent documents Jn;nn
M Medicament patent documents Luzembourg
¢ P Plant patent documents Luzembourg
S Design patent documents Netherlands
Group 5 Use for utility model documents having a numnber- Nogway
ing series other than the documents of Group 1 g::rk"'“
U First publications level
Y Second publication level Poland
V4 Third publication level Poland
Group.6 Other
N Non-patent literature documents Republic of Korea
X Documents restricted to the internal use of offices Romasnie
Soviet Union
Soviet Union
LIST OF PATENT DOCUMENTS, Spaia_
PAST AND CURRENTLY PUBLISHED, Switzerland
ARND INTENDED TO BE PUBLISHED IN THE FUTURE
CODE: A Patent Documents Numbered in Primery or Major Se-
ries— First Publication Level Switzegland
EXAMPLES:
Australia Staadard of petty petent application
“Ausia Patent Application
Belgium Brevet d'invention/Uitvindingsoctzooi United Kingdom
Belgium Brevet de perfectionnement/V esbeteringsoctrooi United Kingdom
Brazil Pedido de privilegio (Unexamined patest application Ugited States
for investion) Yugosiavia
Bulgaria Opisasie s izobretenie po patent
Cansds Patent
Cubs Patent spplication CODE; B
Crechoslovalia  Patent application '
Crechoslovakia  Imventor's certificsis application EXAMPLES:
Denmask Almindelig tilgoengelig patentansogning Austealis
Egypt Patent specification Austria
Busopeaa Patent spplication published with seszch report Brazil
Patent Office Canads
Buropean Pateat spplication published without search repost Cuba
Patent Office Crechoslovakia
Eutopesn Separate publication of the search repost Crechoslovakis
Patert Office Densmnark
Figland Patent Application Figland
France Brevet d'invention, premiere et unique publication France
France Certificat &' addition sunbeevet d'invention, premicze et France
- unique publication
France Cestificat &' utilite, premiere et unique publication France
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" Certificat d add:uon aun certificat d'uulne, premiere et '

unigue pubhcauon ,
Demande de brevet d'invention, premlere pubhcnuon

Demande de certificat d’addition & un brevet
d’invention, premiere publicatioa

Demande de certificat d'utilite, premiere publication
Demande de certificat d'addition a un certificat d'utilite,
premiete publication

Offenlegungsschrift

Patentschrift (Ausschliessungspatent), patent

grauted in accordance with paragraph 17.1

of the Patent Law of the former German

Democratic Republic of 27/10/1983

Patentschrift (Wirtschafispatent), patent granted
in accordance with peregeaph 17.1 of the

Patent Law of the former German -
Democratic Republic of 27/10/1983

Patent application

Patent specification

Patent specification

Domanda di brevetto publicata

Kokai tokkyo koho

Kohyo tokkyo koho

Brevet d'invention

Centificat d'addition a un breet d'invention
Terinzagegelegging

Alment tilgjengelige patentzoknader

Patent specification

International application published with or without the
international search repornt

Zgloszenie wynalazku do opatentowaria

Zgloszenie wynalazku w celu uzyskania patenty
tymczasowego - o
Koaggee t'vkho kongbo

Descrieres inventici

Opisanie izolweteniya k patentu

Opizasie izobreteniya k aviorskomy svidetelstvo
Patente de invencion

Alimant tillgenglig patentansoken
huslegeschrift/Fascicule de 12 demande/Fascicolo della
domanda (Patent Application published and pertsining
to the technical fields for which seasch and examination
as to sovelty are made)

Patentschrift/Fascicule du brevet/Fascicolo del breveito
(Patent published and periaining to the technical fields
for which neither search nor examination s to novelty
are made)

Patent specification (old Law; not printed on documents)
Patent application (new Law)

Patent

Patenta prijava koja se moze razgledati

Patent Documents Numbered in Primary or Major Series
—Second Publication Level

Accepled standazd of peity patent
Patentschrift

Petente (granted patent of invention

Reissue patent

Patente de invencion

Popis vyaalezs k patentu

Popis vynalezu k sutorskemn csvedceni
Fremlacggelsesshrift = -

Kuulutusjulkaisu — Utlaggringeskrift
Brevetd'invention, deuzieme publication de 1'invention
Certificst d' addition s un brevet d' invention, deuzieme
publication de I'inveation

Certificat d'utilite, deusieme publication del invention



France

Germany

Germany
(document pu-
blished by the
Patent Office of the
former GDR)
Germany
(document pu-
blished by the
Patent Office of the
former GDR)
Hungery

Japan

Netherlands
Norway

Poland

Republic of Kozea
Sweden
Switzerland

United Kingdom
Ugited Kingdom
United States

CODE: C

former GDR)
Netherlands
Nerwsy

Sweden

United Kingdom

CODE: E

EXAMPLES:
France
Usited States

cobBg: H
EX AMPLE:
Usited States

CODB: M

EXAMPLES:
Fraoce
France

CODE: P

- BXAMPLE:

Ugited States

PATENT COOPERATION TREATY

Certificat d'sddition & un certificat d'utilite, deuxieme
publication de I'invention

Auslegeschrift

Patentschrift (Ausschliessungspatent), patent

granted in accordance with paragreph 18.1 of '

the Patent Law of the former German Democratic
Republic of 27/10/1983

Patentschrifi (Wirischafispatent), patent granted
in accordance with pasagraph 18.1 of the

Patent Law of the former German Democratic
Republic of 27/10/1983

Szabadalmi leiras

Tokkyo koho

Openbaar gemazlkie octrocisanvrage
Udegningsskrift

Opis patentowy

Tukho koagbo

Utlaggningsskyift
Patentschrift/Fascicule du beevet/Fascicolo del teevetto
(Patent published and pertaining to the technical fields
for which seazch and examination as to novelty are
made)

&mended patent specification (old Law)

Patent specification (ew Law)

Patent Documents Numbeged in Primary or Major Series
~Third Publication Level

Patente de inveacion (Patent)

Siandard or petty patent, amended after acceptance
Pateniskrift

Patentmeddelat

Patentechaifi

Pateatscheift (Ausschliessungspetent), patent granted
in sccordance with pazagraph 19 of the Pateat Law of
the former Geeman Democrstic Republic of 27.10.1983

- CODE: 'S
EXAMPLES:
Brazil
United States
CODE: U
EXAMPLES:
Brazl
Germany
Japan
Republic of Kozee
Spain
CODE: Y
EXAMPLES:
Brazil
Japan
Spain

Design Patent Docume as

1851

Pedido de privilegio (unexamined patent application for
industrial model)
Design patent

Utility Model Documents Numbered in Series other than
the Documents of Group I - First Publication Level

Pedido de privilegio (unexamined patent application for
industrial model)

Gebrauchsmuster

Kokai jitsuyo shinan koho

Konggee shilyong shin-an koagbo

Solicitud de modelo de utilidad

Utility Model Documents Numbered in Series otherthan
the Documents of Group I — Second Publication Level
Patente (granted patent of utility model)

Jitsuyo shinan koho
Model o de utilided

COUNTRY CODES

The two-letter country codes listed below are taken from the
"Handbook On Industrial Property Information and Documen-
tation", Standard ST. 3 of that Handbook provides, in Annex A,
sections 1 and 3, a listing of the two-letier country codes and/or
organizational-codes and names for the countries and organiza-
tions issuing or publishing industrial property documents. The
listing has been modified for use by the examiner and includes
countries no longer in existence and new countries or republics.

Annex A, Section 1

List of Countries, and of Other Entities Issuing or Registering
Industrial Property Titles (in the order corresponding to the cusrent

Qctrooi
Patzat
Petentslerift
Ameaded petent specification (pew Law) Afghanistan
Albenia
Algeria
Patent Documents Numbered in Secondary Segies — Angola
Fist Publication Level Anguilla
Antigus and Batbuda
d*addition a brevet d'invention (old Law) Asgesntina
Reissue patent Armenis
Austzalis
Austria
Patent Documents Numbered in Fusther Series Azesbaijan
. " Bahamas
Defensive publication Behrein
Beagladesh
Barbados
Medicament Putent Documents Belazus
, Belgium
Brevet special de medicament Belize
Addition s un beevet special de medicament Benin
Bermuds
Bhuten
Plags Patent Documents Bolivis
Botswena
Plant patent Braazil
British Virgio Islands
Brunei Darusaslam
Bulgaria '
1800 - 43
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Burkina Faso

Burma (see Myanmaz)
Burundi

Cambodia

Cameroon

Canada

Cape Verde

Cayman Islands

Central African Republic
Chad

Chile

China

Colombia

Comotos

Congo

Costa Rica

Cote d'Ivoire

Cuba

Cyprus

Czechoslovakis

Czech Republic
Dermocratic Kampuches (gee Cambodisa)
Demaocratic People's Republic of Korea
Denmark

Djibouti

Domjnica
Dominican Republic
Ecuador

Egymt

El Salvador
Equatorial Guinea
Estoais

Ethiopia

Fallduad Islaads (Malvines)
Fiji

Finlaad

Holy See
Hoadugss
Homng Koag
Hungry
Iceland
ladis
Isdonesia
lran (Islamic Republic of)
Itag
Ireland
Iszacl

fraly
Jemaica
Sspan
Sordan
Kazahstan
Kenys
Kuwait
Kyrgyzsian
Lace

-
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Latvia

Lesotho

Liberia

Libya
Liechtensiein
Luxembourg
LMadsgascer
Malawi

Malaysia

Maldives

Mali

Malta

Mauritania
Mauritius

Mexico

Moldova, Republic of
Moasco

Mcagolia
Moatserrat
Morocco
Mozambique
Myanmag

Neuru

Nepel

Nethezlands
Netherlands Antilles
New Zesland
Niceragua

Nigez

Nigesie

Noeway

Omaen

Pakistan

Penama

Pepus New Guinea
Peregusy

Pesu

Polasd

Portugal

Qataz

Republic of Korea
Romania

Russien Federation
Rwands

Seint Helens

Seint Kitts and Nevis
Seing Lucia

Saint Viscent and the Grenadines

Samoe

Sen Meriso

Seo Tome sad Principe
Seudi Asabis
Senegal
Seychelles
Sierra Locse
Singepore
Slovak Republic
Solomon Islands
Somalis

South Africs
Soviet Usion
Spain

Sri Lagks

MaA
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PATENT COOPERATION TREATY

Tajikistan gy
Thailand ] TH
Togo TG
Tonga TO
Trinidad and Tobago T
Tunisia TN
Turkey TR
Turkmegistan ™
Tuvale v
Uganda UG
Ukraine UA
United Arab Emirates AE
Ugited Kingdom GB
United Republic of Tanzania TZ
United States of America us
Uruguay Uy
Uzbekistan UZ -
Vanuatu vu
Venezuela VE
Viet Nam VN
Yemen YE
Yugosiavia YU
Zaire ZR
Zambia M
Zimbabwe W

Annex A, Section 3
International Organizations Issuing or Registering
Industrial Property Titles

African Intellectual Property Organizetion (OAPT)
African Regional Industrial Property Organization (ARIPO) AP
Begelux Trademark Office and Benelux Desigrs Office
Eusopean Patent Organization (EPO) EP
World Intellectusl Property Ocganization (WIPO)

1852 International-Type Search [R-15]

PCT Rule 41
Earlier Search Other Than International Search

41.1 Obligation to Use Results; Refund of Fee

If reference has been made in the request, in the fonn provided for
in Rule 4.11, to an intemational-type search carried out under the
conditions set out in Asticle 15(5) or to a search other than an
international or international-type search, the International Searching
Authority shall, to the extent possible, use the results of the said search
in establishing the international search report on the internationsl
application. The Intemational Seasching Authority shall refund the
seazch fee, to the extent and under the conditions provided for in the
agreement under Asticle 16(3)b) or in a communication addressed to
and published in the Gazette by the International Bureau, if the
international search report could wholly or partly be based on the
results of the said search.

37 CFR 1.104 Nature of examinasion; examiner’s action.
[ B R N BN

(cy An intemational-type search will be made in all national
applications filed on and after June 1, 1978,

(d) Any national application may also have an international-type
segrch report prepased thereon at the time of the national examination
on the merits, upoa specific written request therefor and payment of the
international-type search report fee. See §1.21(e) for amount of fee for
preparation of international-type search report.

NOTE: The Patest and Tredemark Office does Bot requise thet & foemal
repost of an intesnationsl-type seazch be prepared in ceder to obtain o seazch fee

1800 - 45
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refund in a later filed international epplication.
) P

PCT Rule 41 provides that the applicant may request in a
later filed international application that the report of the results
of the international-type search, i.e., a search similar o an
international search, but carried out on a NATIONAL applica-
tion (37 CFR 1.104 (c) and (d)), be used in establishing an
international search report on such international application. An
international-type search is conducted on all U.S. national
applications filed after June 1, 1978. Upon specific request, at
the time of the examination of a U.S. national application and
provided that the payment of the appropriate international-type
search report fee has been made (37 CFR 1.21(e)), an interna-
tional-type search report Form (PCT/ISA/201) will also be
prepared.

1853 Amendment Under PCT Article 19 [R-15]

PCT Article 19 ‘
Amendment of the Claims before the International Bureau

(1) The applicant shall, after having received the intemational
search report, be entitled to one opportunity to amend the claims of the
international application by filing amendments with the Intemational
Bureau within the prescribed time limit. He may, at the same time, file
a brief statement, as provided in the Regulations, explaining the
amendments and indicating any impact that such amendments might
have on the descripition and the drawings.

(2) The amendments shall not go beyond the disclosure in the
international application as filed. -

(3) If the national law of any designated State permits amendments
to go beyond the said disclosure, failure to comply with paragraph (2)
shall have no consequence in that State.

PCT Rule 46
Amendment of Claims before the International Bureau

46.1 Time Limit

The time limit referred to in Article 19 shall be two months from
the date of transmittal of the international search report to the Intema-
tional Bureau and to the applicant by the International Searching
Authority or 16 months from the priority date, whichever time expires
later, provided that any amendment made under Article 19 which is
received by the International Burean after the expiration of the appli-
cable time limit shall be considered to bave been received by that
Bureau on the last day of that time limit if it reaches it before the
technical preparations for international publication have been com-
pleted.

46.2 Where to file
Amendiments made under Article 19 shall be filed directly with

the International Bureau.

46.3 Language of Amendments

If the international application has been filed in a language other
than the language in which it is published, any amendment made under
Article 19 shall be in the language of publication.

46.4 Statement

(2) The statement referred to in Asticle 19(1) shall be in the
language in which the international application is published and shall
notexceed 500 words if in the English language or if translated into that
language. The statement shall be identified as such by a heading,
preferably by using the words “Statement under Article 19(1)” or their
equivalent in the language of the statement.

Rev. 15, Aug. 1993
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(b) The statement shall contain no disparaging comments on the
international search report or the relevance of citations contained in
that report. Reference to citations, relevant to a given claim, contained
in the international search report may be made only in connection with.
an amendment of that claim.

46.5 Form of Amendmenis

(a) The applicant shall be required to submit a replacement sheet
for every sheet of the claims which, on account of an amendment or
amendments under Article 19, differs from the sheet originally filed.
The letter accompanying the replacement sheets shall draw attention to
the differences between the replaced sheets and the replacement sheets.
To the extent that any amendment results in the cancellation of an entire
sheet, that amendment shall be communicated in a letter.

(b) and (c) [Deleted]

37 CFR 1.415 The International Bureau.

(a) The Intemational Bureau is the World Intellectual Property
Organization located at Geneva, Switzerland. It is the international
intergovernmental organization which acts as the coordinating body
under the Treaty and the Regulations (PCT Art. 2 (xix) and 35 U.S.C.
351()).

(b) The major functions of the International Bureau include:

° (1) Publishing of international applications and the International

Gazette;

(2) Tranemitting copies of international applications to
Designated Offices;

(3) Storing and maintaining record copies; and

(4) Transmitting information to authorities pertinent to the
processing of specific international applications.

PCT Administrative Instructions Section 205
Numbering and Identification of Claims Upon Amendmens

(2) Amendments to the claims under Article 19 or Asticle 34(2)(b)
may be made ejther by cancelling one or more entire claims, by adding
one or more new claims or by amending the text of one or more of the
claims as filed. All the claims appearing on & replacement sheet shall
be numbered in Arabic numerals. Where a claim is cancelled, no
renumbering of the other claims shall be required. In all cases where
claims are renumbered, they shall be renumbered consecutively.

(b) The applicant shall, in the letter referred to in the second and
third sentences of Rule 46.5(a) or in the second and fourth sentences of
Rule66.8(a), indicate the differences between the claims as filed and
the claims as amended. He shall, in particular, indicate in the said letter,
in connection with each claim sppearing in the international applics-
tion (it being understood that identical indications concerning several
claimms may be grouped), whether:

(i) the claim iz unchanged;

(i) the claim ig cancelled;

(iif) the claim is new:;

(iv) the clzim repleces one or more claims as filed;

{v) the claim is the result of the division of a claim as filed.

The applicant has one opportunity to amend the claims only
of the international application after issuance of the Search
Report, The amendments to the claims must be filed directly
with the International Bureau, usually within 2 months of the
date of mailing of the Search Report. If the amendments to the
claims are timely received by the International Bureau, such
amendments will be published as part of the pamphiet directly
following the claims as filed. Article 19 offers applicants the
opportunity to generally amend the claims before entering the
designated Offices. The national laws of some designated

Rev. 15, Aug. 1993
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Offices may grant provisional protection on the invention from
the date of publication of the claims. Therefore, some applicants
take advantage of the opportunity under Article 19 to “polish™
the claims anticipating provisional protection. See PCT Rule
46.5.

1857 International Publication [R-15]

PCT Article 21
International Publication

(1) The Intermnational Bureau shall publish international applica-
tions.

(2)(a) Subject to the exceptions provided for in subparagraph (b)
and in Arsticle 64(3), the intemational publication of the international
application shall be effected promptly after the expiration of 18 months
from the priority date of that application.

(b) The applicant may ask the International Bureau to publish his
international application any time before the expiration of the time
limit referred to in subparagraph (a). The International Bureau shall
proceed accordingly, as provided in the Regulations.

(3) The international search report or the declaration referred to in
Article 17(2)(a) shall be published as prescribed in the Regulations.

(4) The language and form of the international publication and
other details are governed by the Regulations.

(5) There shall be no international publication if the international
application is withdrawn or is considered withdrawn before the tech-
nical preparations for publication have been completed.

(6) If the international application contains expressions or draw-
ings which, in the opinion of the International Bureau, are contrary tp

morality or public order, or if, in its opinion, the international applica- -

tion contains disparaging statements as defined in the Regulations, it
may omit such expressions, drawings, and statements, from its publi-
cations, indicating the place and number of words or drawings omitted,
and furnighing, upon request, individual copies of the passages omit-
ted.

PCT Article 29
Effects of the International Publication

(1) As far as the protection of any rights of the applicant in a
designated State is concemned, the effects, in that State, of the interna-
tional publication of an international application shall, subject to the
provisions of paragraphs (2) to (4), be the same as those which the
aational Jaw of the designated State provides for the compulsory
mational publication of unexamined national applications as such.

(2) If the language in which the international publication has been
effected is different from the langusge in which publications under the
netional law are effected in the designated State, the said national law
may provide that the effects provided for in paragraph (1) shall be
applicable only from such time as:

(i) & tranglation into the latter language has been published as
provided by the national law, or

(ii) & translation into the latter language has been mede available
to the public, by laying open for public inspection as provided by the
national law, or

(iii) & translation into the latter language bas been transmitied by
the applicant to the sctual or prospective unauthorized uger of the
invention claimed in the international application, or

(iv) both the acts described in (i) and (iii), or both the acts
described in (ii) and (iii), have taken place.

(3) The national lew of any designated State may provide that,
where the international publication has been effected, on the request of
the applicant, before the expiration of 18 months from the priority date,
the effects provided for in paragraph (1) ehall be applicable only from
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the expiration of 18 months from the priority date.
(4) The national law of any designated State may provide that the

effects provided for in paragraph (1) shall be applicable only from the

date on which a copy of the international application as published under
Article 21 has been received in the national Office of or acting for such
State. The said Office shall publish the date of receipt in its gazette as
soon as possible.

PCT Administrative Instruction Section 404
International Publication Number of International Application

The International Bureau shall assign to each published intemna-
tional application an international publication number which shall be
different from the international application number. The international
publication number shall be used on the pamphlet and in the Gazette
entry. It shall consist of the two-letter code “WQO” followed by a two-
digit designation of the last two numbers of the year of publication, a
slant, and a serial number consisting of five digits (e.g., “WQ78/1
2345™).

35 U.S.C. 374 Publication of internasional application: Effect.

The publication under the (reaty of an international application
shall confer no rights and shall have no effect under this title other than
that of a printed publication.

37 CFR 1.318 Notification of national publication of apatent based on
an international application.

The Office will notify the Intemational Burean when a patent is
issued on an applicetion filed under 35 U.S.C. 371, and there has been
no previous international publication.

The publication of international applications currently oc-
curs every other Thursday. Under Article 20 the International
Bureau sends copies of published applications to each of the
designated Offices on the day of publication. As aPCT member
country, the U.S. Patent and Trademark Office also receives
copies of all published International applications for inclusion
in the examiner search files, Also a complete set of published
international applications in numeric order by publication num-
ber is available on microfilm in the Scientific and Technical
Information Center (STIC).

1859 Withdrawal of International A pplication or
Designations [R-15]

PCT Administrative Insiruction Section 326
Withdrawal by Applicans under Rule 90bis. 1, 90bis.2 or 90bis.3

(a)The receiving Office shall promptly transmit to the International
Busesu any notice from the applicant effecting withdrawal of the
internationsl application under Rule 90bis.1, of 8 designation under
Rule 90bis.2 or of s pricrity claim under Rule 90bis.3 which bas been
filed with it together with an indication of the date of receipt of the
natice. If the record copy has not yet been sent to the International
Bureau, the receiving Office shall transmit the said notice together with
the record copy.

(b)If the search copy has siready been sent to the International
Sesrching Authority snd the internationel application is withdrawn
unders Rule 90bis.1 or 2 priority claim is withdrawn under Rule 90bis.3,
the receiving Office shall promptly ansmit 2 copy of the notice
effecting withdrawal (o the International Searching Authority.

(e)If the search copy has not yet been sent to the International
Searching Authority and the international spplication is withdrawn
under Rule 90bis. 1, the receiving Office shall not send the search copy

1800 - 47
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to the International Searching Authority and shall, subject to Sec-
tion 322, refund the search fee to the applicant unless it has already
been transferred to the International Searching Authority. If the search
fee has already been transferred to the International Searching Author-
ity, the receiving Office shall send a copy of the request and of the
notice effecting withdrawal to that Authority.

(d)If the search copy has not yet been sent to the International
Searching Authority and a priority claim is withdrawn under
Rule 90bis.3, the receiving Office shall transmit a copy of the notice
effecting withdrawal to the International Searching Authority together
with the search copy.

PCT Administrative Instructions Section 414
Notification to the International Preliminary Examining Authority
Where the International Application or the Designations of All
Elected States Are Considered Withdrawn

If a demand has been submitted and the international application or
the designations of all designated States which have been elected are
considered withdrawn under Article 14(1), (3)or (4), the International
Bureau shall promptly notify the International Preliminary Examining
Authority, unless the international preliminary examination report has
already issued.

The applicant may withdraw the international application by
anotice addressed to the International Bureau or to the receiving
Office and received before the expiration of 20 months from the
priority date. Where a Demand for international preliminary
examination has been filed before the expiration of 19 months
from the priority date, the international application may be--
withdrawn by a notice addressed to the International Bureau or
to the International Preliminary Examining Authority and re-
ceived before the expiration of 30 months from the priority date.
Any such withdrawal is free of charge. A notice of withdrawal
must be signed by all the applicants. An appointed agent or
appointed common representative may sign such a notice on
behalf of the applicant or applicants who appointed him, but an
applicant who is considered to be the common representative
ay not sign such a notice on behalf of the other applicants. As
to the case where an applicant-inventor for the United States of
America refuses to sign or cannot be found or reached see PCT
Rule 90bis.5(b).

The applicant may prevent international publication by
withdrawing the international application, provided that the
notice of withdrawal reaches the International Bureau before
the completion of technical preparations for that publication,
The notice of withdrawal may state that the withdrawal is (o be

- effective only on the condition that international publication can

still be prevented. In such a case the withdrawal is not effective
if the condition on which it was made cannot be met—that is, if
the technical preparations for international publication have
already been completed. International publication may be post-
poned by withdrawing the priority claim,

The applicant may withdraw the designation of any State by
anotice addressed to the International Bureau or to the receiving
Office and received before the expiration of 20 months from the
priority date. Where a Demand for international preliminary
examination bas been filed before the expiration of 19 months
from the priority date, the designation of any elected State may
be withdrawn by a notice addressed to the International Prelimi-
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nary Examining Authority and received before the expiration of

30 months from the priority date. Any such withdrawal is free

of charge. A notice of withdrawal must be signed by all the
applicants. An appointed agent or appointed common represen-
tative may sign such a notice on behalf of the applicant or
applicants who appointed him, but an applicant who is consid-
ered to be the common representative may not sign such anotice
on behalf of the other applicants. If all designations are with-
drawn, the international application will be treated as with-
drawn.

The applicant may withdraw a priority claim made in the
international application by a notice addressed to the Interna-
tional Bureau or to the receiving Office and received before the
expiration of 20 months from the priority date. Where a De-
mand for international preliminary examination bas been filed
before the expiration of 19 months from the priority date, the
notice must be received before the expiration of 30 months from
the priority date. In the latter case, the notice may also be
addressed to the International Preliminary Examining Author-
ity. Any or all of the priority claims may be so withdrawn. Any
such withdrawal is free of charge. A notice of withdrawal must
be signed by all the applicants. An appointed agent or appointed
common representative may sign such a notice on behalf of the
applicant or applicants who appointed bim, but an applicant
whois considered to be the common representative may not sign
such a notice on behalf of the other applicants.

Where the withdrawal of a priority claim causes a change in
the priority date of the international application, any time limnit
which is computed from the original priority date and which has
not yet expired—for example, the time limit before which
processing in the national phase cannot stast—is computed from
the priority date resulting from the change. (It is not possible to
extend the time limit concerned if it has already expired when
the priority claim is withdrawn.) However, if the notice of
withdrawal reaches the International Bureau after the comple-
tion of the technical preparations for international publication,
the International Bureau may proceed with the intemational
publication on the basis of the time limit for international
publication as computed from the original priority date.

1860 International Prelmunary Examination
[R-15]
EX AMINATION PROCEDURE

The International Preliminary Examination is to be carried
out in accordance with PCT Asticle 34 and PCT Rule 66. After
the Demand is checked for compliance with PCT Rules 53 - 55,
§7 and 58, the first step of the examiner is to study the descrip-
tion; the deawings (if any), and the claims of the international

Rev. 15, Aug. 1993
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in the International Search Report.

‘A Written Opinion must be prepared if the examiner:

1. considers that the international application has any of the
defects described in PCT Article 34(4) concerning subject
matier which is not required to be examined or which is unclear
or inadequately supported,

2. considers that the report should be negative with respect
to any of the claims because of a lack of novelty, inventive step
(non-obviousness) or industrial applicability as described in
PCT Article 33(2) - (4),

3. notices any defecis in the form or contents of the interna-
tional application.,

"4.considers that any amendment goes beyond the disclosure
in the intemational application as originally filed;

5. wishes to make an observation on the clarity of the claims,
the description, the drawings or to the question whether the
claims are fully supported by the description (PCT Rule 66.2);

6. decides not to carry out the international preliminary
examination on a claim for which no International Search
Report was issued; or

7. considers that no acceptable amino acid sequence listing
is available in a form that would allow a meaningful interna-
tional preliminary examination to be carried out.

The Written Opinion‘is prepared on form PCT/IPEA/408 to
notify applicant of the defecis found in the international appli-
cation. The examiner is further required to fully state the reasons

for his/her opinion (PCT Rule 66.2(b)) and invite a wriiten = °

reply, with amendments where appropriate (PCT Rule 66.2(c))
normally setting a 2 month time limit for the reply.

The applicant may respond to the invitation by making
amendments or, if applicant disagrees with the opinion of the
examiner, by submitting arguments, as the case may be, or both.

The U.S. Rules of Practice pertaining to international pre-
liminary examination of international applications permit a
second Written Opinion in those cases where sufficient time is
available. Nogmally only one Written Opinion will be issued.
Any response received after the expiration of the set time limit
will not normally be considered in preparing the International
Preliminary Examination Report. In situations, however, where
the examiner has requesied an amendment or where a later
amendment places the application in better condition for exami-
nation, the amendment may be considered by the examiner.

If the applicant does not respond to the Written Opinion
within the set time period, the International Preliminary Exami-
nation Report will be prepared after expiration of the time limit
plus sufficient time to have any response clear the Mail Room.

If after initial examination of the international application,
there is no negative statement or comment to be made, then only
the International Preliminary Examination Report will issue
without a Written Opinion having been issued.
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1861 Chapter II Basic Flow [R-15]

1862

Basic Flow under PCT Chapter I|i

Months 19
Applicant pemand
Iinternational Notice
Bureau
international
Preliminary Demand
Examining Fees
Authority
Elected Ni
Offices : Notice

1862 Agreement with the International
Bureau to serve as an International
Preliminary Examination Authority

[R-15]

PCT Anricle 32
The International Preliminary Examining Authority

(1) International preliminary examination shall be carried out by
the International Preliminery Examining Authority.
(2) In the case of demands referred to in Asticle 31(2)(a), the

) receiving Office, and, in the case of demands referred to in Article

31(2Xb), the Assembly, shall, in accordance with the applicable
agreement between the interested International Preliminary Examin-
ing Authority or Authorities and the International Bureau, specify the
International Preliminary Examining Authority or Authorities compe-
tent for the preliminary examination.

(3) The provisions of Asticle 16(3) shall apply, mutatis mutandis,
in respect of the International Preliminary Examining Authorities.

PCT Article 34
Procedure before the International Preliminary Examining
Authority

(1) Procedure before the International Preliminery Examining
Authority shall be governed by the provisions of this Trealy, the
Regulations, and the agreement which the International Buresu shall
conclude, subject to this Treaty and (he Regulations, with the said
Authority.

L2211

37 CFR 1.416 The United States International Preliminary Examining

_ Authority

-

(a) Pursuant to sppointment by the Assembly, the United States
Patent and Trademark Office will act as an International Preliminary
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Examining Authority for international applications filed in the United
States Receiving Office and in other Receiving Offices” as miay be
agreed upon by the Commissioner, in accordance with agreement
between the Patent and Trademark Office and the International Bureau.

(b) The United States Patent and Trademark Office, when acting as
an International Preliminary Examining Authority, will be identified
by the full title “United States International Preliminary Examining
Authority” or by the abbreviation “IPEA/US.”

(c) The major functions of the International Preliminary Examin-
ing Authority include:

(1) Receiving and checking for defects in the Demand;

(2) Collecting the handling fee for the International Bureau and
the preliminary examination fee for the United States International
Preliminary Examining Authority;

(3) Informing applicant of receipt of the Demand;

(4) Considering the matter of unity of invention;

(5) Providing an international preliminary examination report
which is a non-binding opinion on the questions whether the claimed
invention appears to be novel, to involve inventive step (to be non-
obvious), and to be industrially applicable; and

(6) Tranemitting the international preliminary examination report

"to applicant and the International Bureau.

An agreement was concluded between the United States
Patent and Trademark Office (USPTO) and the International
Burean under which the USPTO agreed to serve as an Interna-
tional Preliminary Examining Authority for those applications
filed in the USPTO as a Receiving Office and for those interna-
tional applications filed in other receiving Offices for which the
USPTO has served as an International Searching Authority.

The agreement is provided for in PCT Articles 32(2) & (3)
and 34(1), and in PCT Rules 59.1, 63.1,.72.1, and 77.1(a).
Aauthority is given in 35 U.S.C. 361(c), 362(a) & (b) and in
364(a). 37 CFR 1.416(a) and PCT Administrative Instruction
Section 103(c) are also relevant,

Rev. 15, Aug. 1993
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1864 The Demand and Preparation for Filing of
Demand [R-15]

37 CFR 1.480 Demand for international preliminary examination.

(a) On the filing of 2 Demand and payment of the fees for
international preliminary examination (§1.482), the international ap-
plication shall be the subject of an international preliminary examina-
tion. The preliminary examination fee (§1.482(2)(1)) and the handling
fee (§1.482(b)) shall be due at the time of filing of the Demand.

(b) The Demand shall be made on a standardized form. Copies of
printed Demand forms are available from the Patent and Trademark
Office. Letters requesting printed Demand forms should be marked
“Box PCT".

(c) If the Demand is made prior (o the expiration of the 19th month
from the priority date and the United States of America is elected, the
provisions of §1.495 shall apply rather than §1.454.

(d) Withdrawal of 2 proper Demand prior to the start of the
international preliminary examination will entitle applicant to a refund
of the preliminary examination fee minus the amountof the transmittal
fee set forth in § 1.445(a)(1).

[Paza. (b) amended, 58 FR 4335, Jan. 14, 1993, effective May 1, 1993)

Once applicant has requested the filing of an international
application under Chapter I which affords applicants the benefit
of an intemational search, applicant has the right to file a
Demand fosr preliminary examination. The use of the term
"Demand” distinguishes Chapter II from the "Request” under
Chapter 1. Applicants who timely and properly file a Demand
for preliminary examination are able to defer or delay the time
for entry into the national stage from 20 months (under Chapter
D) to 30 months from the earliest priority date. I¢ is not possible
to file a Demand unless a proper Chapter I "Request” for
international application has been filed,

The Demand should be filed on PCT Form PCT/IPEA/401
along with the fee transmiital sheet. These forms may be
obtained free of charge by requesting them by writing to the
United States Patent and Trademark Office, Box PCT, Wash-
ington D.C, 20231 or by telephone by calling (703) 305-3257.

1864.01 Amendments filed with Demand [R-15]

- PCT Rule 66
Procedure before the International Preliminary Examining
Authority
BRBES

66.8 Form of Amendmenss

(8) The applicaat shall be required (o submit a replacement sheet
for every sheet of the internstional application which, on accountof sn
amendment, differs from the sheet previously filed, The letter accom-
panying the replacement sheets shall draw attention to the differences
between the replaced sheets and the replacement sheets. Where the
amendimerst consists in the deletion of passages or in minor altesations
or additions, it may be made on a copy of the relevant sheet of the
international application, provided that the clarity and direct reproduc-
ibility of that sheet are not adversely affected. To the extent that any
ameadment results in the cancellation of an entire sheet, that amend-
ment shall be communicated in 8 letter.

. (b) [Deleted]
E-22°2 1 ]

37 CER 1.485 Amendmenss by applicans during internasional prelimi-
nary sxmningion,

Kev. £5, Aug. 1993
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' (a) The applicant may make amendments at the time of filing of the

Demand and within the time limit set by the International Preliminary
Examining Authority for response to any notification under § 1.484(b)
or to any written opinion. Any such amendments must: '

(1) Be made by submitting areplacement sheet for every sheet of
the application which differs from the sheet it replaces unless an entire
sheet is cancelled, and

(2) Include a description of how the replacement sheet differs
from the replaced sheet. ‘

(b) If an amendment cancels an entire sheet of the international
application, that amendment shall be communicated in a letter.
[Amended, 58 FR 4335, Jan. 14, 1993, effective May 1, 1993}

Amendments may be filed with the Demand (PCT Article
34) if desired to place the application claims in better condition
for international preliminary examination. Such amendments,
however, may not include new matter and must be accompanied
by a description of how the replacement sheet differs from the
replaced sheet.

Amendments filed after the Demand cannot be assured of
consideration since the examiner will be taking up the applica-
tion to draft the written opinion rather promptly because of the
short examination period.

1864.02 Applicant’s Right to File a Demand
(R-15]

PCT Article 31
Demand for International Preliminary Examination
L2 212
(2)(a) Any applicant who is a resident or national, as defined in the
Regulations, of a Contracting State bound by Chapter II, and whose
international application has been filed with the receiving Office of or
acting for such State, may make a demand for international preliminary
examination.
L2 2 23]

PCT Rule 54
The Applicant Entitled to Make a Demand

54.1 Residence and Nationality
The residence or nationality of the applicant shall, for the purposes
of Asticle 31(2), be determined according to Rules 18.1 and 18.2.

54.2 Two or More Applicants
If there are two or more applicants, the right to make a demand

under Article 31(2) shall exist if at least one of the applicants making
the demand is

(i) a resident or national of a Contracting State bound by
Chapter Il and the international epplication has been filed with a
receiving Office of or acting for a Contracting State bound by Chapter
i, of

(ii) & person entitled to make s demand under Article 31(2Xb)
and the international application has been filed as provided in the
decision of the Assembly.

54.3 [Delesed]
54.4 Applicans Not Entitled to Make a Demand

(a) If the applicant does not have the right to make & demand or, in
the case of two or more applicants, if none of themn hag the right to make
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a demand under Rule 54.2, the demand shall be considered not to bave
been submitted.

(b) [Deleted]

If there is a sole applicant, he must be a resident or national
of a Contracting State bound by Chapter II of the PCT. If there
are two or more applicants, it is sufficient that one of them be a
resident or national of a Contracting State bound by Chapter II,
regardless of the elected State(s) for which each applicant is
indicated. Only applicants for the elected States are required to
be indicated in the Demand. The detailed requirements for the
various indications required in connection with each applicant
(name and address, telephone number, facsimile machine num-
ber or teleprinter address, nationality and residence) are the
same as those required under Rule 4 in connection with the
Reguest. Note that any inventor who is not also an applicant is
not indicated in the Demand.

If the recording of a change in the name or person has been
requested under PCT Rule 92bis. 1 before the Demand was filed,
it is the applicant(s) of record at the time when the Demand is
filed who must be indicated in the Demand.

1864.063 States which may be Elected [R-15]

PCT Article 31
Demand for International Preliminary Examination
E2 2223

(4)(a) The demand shall indicate the Contracting State or Stateg in
which the applicant intends b use the resulis of the international
prelininary examination (“elected States”). Additional Contracting
States may be elected later. Election may relate only to Contracting
States already designated under Article 4.

(b) Applicants referred to in paragraph (2)(a) may elect any
Contgacting State bound by Chapter 1. Applicants referred to in
paragraph (2Xb) may elect only such Contracting States bound by
Chagter II as have declared that they are prepared to be elected by such
applicants.

b 4223

Only PCT member states which have ratified or acceded to
Chapter Il and which were designated in the Request may be
elected under Chapter II. The Assembly has taken no action o
allow persons who are residents or nationals of a State not party
to the PCT or not bound by Chapterll to make a Demand under
Article 31(2)(b).

1864.04 Agent’s Right to Act [R-15]

Any agent entitled to practice before the receiving Office
where the intemational application was filed may represent the
applicant before the international authorities (PCT Asticle 49).

If for any reason, the examiner needs to question the right of
an attorney or agent to practice before the International Prelimi-
nary Examining Authority, the USPTO roster of registered
attorneys and agents should be consulted. If the international
application was filed with a receiving Office other than the
United States, Form PCT/IPEA/410 may be used by the reguest-
ing IPEA to ask the receiving Office with which the interna-
tional application was filed, whether the agent named in the
international application has the right to practice before that

1800 - 51
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Office.
The PCT Article and Regulations goveming the right to
practice are Article 49 and Rule 83.

1865 Filing of Demand [R-15]

PCT Article 31
Demand for International Preliminary Examination

(1) On the demand of the applicant, his international application
shall be the subject of an international preliminary examination as
provided in the following provisions and the Regulations.

BRABE

(3) The demand for international preliminary examination shall be
mede separately from the international application. The demand shall
contain the prescribed particulars and shall be in the prescribed lan-
guage and form.

(223 1

(6)(a) The demand shall be submitted to the competent Interna-

tional Preliminary Examining Authority referred to in Article 32.

By

Applicants should mail the Demand and appropriate fees
directly to the International Preliminary Examiring Authority
they desire to prepare the International Preliminary Examina-
tion Report. U.S. applicants who have had the international
search prepared by the European Patent Office may also request
the European Patent Office to act as the International Prelimi-
nary Examining Authonty -

Demands filed in the European Patent Ofﬁce should be
addressed to:

European Patent Office
Erhardstrasse 27

8000 Munich 2,

Federal Republic of Germany.

Demands directed to the United States Patent and Trade-
mark Office should be addressed to:
United States Patent and Trademark Office
Box PCT
Washington, D.C. 20231.

The Express Mail™ provisions of 37 CFR 1.10 may be used
to file a Demand under Chapter I in the USPTO. Applicants are
advised that failure to comply with the provisions of 37 CFR
1.10 will result in the paper or fee being accorded the date of
receipt and not the date of deposit.

The Certificate of Mailing practice under 37 CFR 1.8
CANNOT be used to file a Demand if the date of deposit is
desired. If used, the date of the Demand will be the date of
receipt in the USPTO. See MPEP § 513 and § 1834,

All Demands filed in the USPTO must be in the English

language.
CHOICE OF EXAMINING AUTHORITY

U.S. residents and nationals may choose to have the Interna-
tional Preliminary Examination done either by the IPEA/EP or
the IPEA/US. The IPEA/EP has agreed that it would act as
International Preliminary Examining Authority for any Chapter
il case in which it served as the ISA. The IPEA/US will serve as
International Preliminary Examining Authority for U.S. resi-
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PCT CHAPTER II
DEMAND

Demand under Article 31 of the Patent Cooperation Treaty:
The undersigned requests that the international application specified below be the subject of
international preliminary examination according to the Patent Cooperation Treaty.

For International Preliminary Examining Authority use only

) Identification of IPEA | Date of receipt of DEMAND
Applicant’s or agent's file reference
Box Ne. | IDENTIFICATION OF THE INTERNATIONAL APPLICATION
CHMC-123-PCT
International application No. International filing date (day/month/year) (Earliest) Priority date (day/month/year)
PCT/US92/99999 11 May 1992 (11.05.92) 103 Jupe 1991 (03.06.91)

Title of invention

Self—Steering Gear for Sailboats
Box No. Il APPLICANT(S)

Name and address: F%m’rm%wﬁ%%:m gl)loﬁcwmigwm Telephone No.:
305-555-1122

Columbie Marine Corporation Facsimile No.

100 Fromt Street -

innapolis, Haryland 20726 Telopeiniar Mo

Stace (ie. counry) of nationality: State (Le. counsry) of residence:

U S U8
Name and address: (Fomly nams followed by given name; for a legal ensity. full official designarion. The address must include pocial code and Rame of country.)

Jores, Johs Pael

200 Shady Grove Road
Davidosonville, Marylend 20720
United States of Americe

Stae (i.e. countrv) of nationality: State (i.e. country) of residence:
Us U S

Name and address: (Family nams followed by given nama; for o lsgal encity, full official desigrasion. The address must include pozial code and name of couniry.)

State (ie. coursry) of nationality: State (i.e. couniry) of residence:

m Fusther spplicents ase indicated on & continuation shest,
°  Forra BCT/APEA/GOL (firse shees) (Suly 1992) See Notes 10 the demand form

-
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1865

Sheet No. . ......
Box No. VI CHECK LIST
For International Preliminasy
The demand is accompanied by the following documents for the Examining Authority use only
purposes of international preliminary examination:
received not received
1. amendments under Article 34
descripuon : sheets C Cd
claims : sheets [}
drawings : sheets 1 |
2. leuter accompanying amendments -
under Article 34 : sheets | 1
3. copy of amendments under Anicle 19 : sheets D D
4. copy of statement under Anicle 19 sheets ] ||
5. other rspecify): : sheets D C
The demand is also accompanied by the item(s) marked below:
I D separate signed power of atiofmey 4. D fee calculation sheet
2 D copy of general power of atiomey 5. B other (specify):

3. D staement explaining lack of signature

Box Ne, VIl SIGNATURE OF APPLICANT, AGENT OR COMMON REPRESENTATIVE

Nexs g each signaiure, indicate the nams of the perion sigring and the capactry in which the person sigrs (if such capacity is aot olvious from reading the demand).

Johs Adams

For Imeragtionsl Preliminesy Exemining Authority use only
I. Date of ectual receipe of DEMAND:

2. Adjusied daie of receigh of demand due
to CORRECTIONS under Rufe 60.1(b):

The date of receipt of te demand is AFTER the ' . ,
3'5 expiration of 19 months from the peiocity date. D The applicant has been informed eccordingly.

For Internstional Buresy use 08lY e

Demaad ceceived from IPEA oa:

Form PCT/IPEA/GO! (last shest) (July 1992) See Notes 1o the desnand form
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Supplementsl Box No. V ELECTION OF STATES

This Supplemental Box is to be used only if the check-box “(ii)” in Box No. V is marked.
If this Supplemenial Box is not used, do not include this sheet in the demand.

The following designated States are hereby elected :

Regional Patent

m EP Europesn Patent: AT Austria. BE Belgium. DE Germany. DK Denmark. FR France, GB United Kingdom,
T laly, LU Luxembourg, MC Monaco. NL Netherlands, SE Sweden,
and any other State which is 2 Contracting State of the European Patent Convention and of the PCT (including
Chaprer I thereof)

- D 04 OAP1 Patent: Benin, Burkina Faso, Cameroon, Central African Republic, Chad. Cango, Cdie d’Ivoire, Gabon,

Guinea. Mali, Mauritania, Senegal. Togo, _ )
and any other State which is a member State of OAP] and 2 Contracting State of the PCT (including Chapter I

thereof)
‘ National Patent
[T] AT Austsia [T] ML Netherlands
[T] AU Ausinlia [] no Norway
[] 8B Barbedos [] eL rolend
[[] BG Bulgusis [C] ro Romania
BR Brazil [] RU Russian Federation -
[] cA cCanata [l sp suden
[] €8 Caechostovaria [] sE sweden
[X] bE Germany [x] us United Ststes of America
[} oK Denmark

[z] FI Finland

[] 6B uUnited Kingdom

D HU Hungasy
E JP Japen

o D KP Democratic People’s Republic of Korea Check-boxes reserved for electing Ststse (for the purposes of
Dxn Republic of Korea ‘ 2 nationsl patent) which heve become pesty to the PCT

. (inciuding Chagrer [l thereof) or bound by Chapier II of the

DLK Sei Lanks PCT after issuance of this sheet:
D LU Luzembourg D o
MG Madsgascas Cd o,

(] v Mongalia CJ e
(] mw Matewi Cd o,

Form PCT/PEA/O! (supplemental sheet) (July 1992) See Notes 1o the demand form
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SheetNo. .......

Box Ne. [l AGENT OR COMMON REPRESENTATIVE; OR ADDRESS FOR CORRESPONDENCE

The foilowing person is m agent D common representative
and m has been appointed earlier and represents the applicant(s) also for international preliminary examination.
D 1s hereby appointed and any earlier appointment of (an) agent(s)/common representative is hereby revoked.

D is hereby appointed. specifically for the procedure before the International Preliminary Exzamining Authority, in
addition to the ageni(s)/common representative appointed earlier.

Name and address: lﬁ%w m{gl{lzﬁfdb‘v pg;;r{:ai; %Mmm’g} ::Jm official designasion, Telephone No.:
John Adame 301-577-7777
345 State Street Facsimile No.:

Boston, M4 02110

Teleprintes No.:

Marl this check-box where no agent or common representative is/has been appointed and the space above is used
instead to indicate 8 special address to which correspondence should be sent.

Box Ne. IV STATEMENT CONCERNING AMENDMENTS

The applicant wishes the [nternational Preliminasy Examining Authority®
(i) E © start the intemational preliminary examination on the basis of the intemational application 8s originally filed.
(i} D to take into eccount the amendments under Article 34 of

[[] the description (amendments atisched)

[] the claims amendments anached)

D the drawings (emendments attached)

(iii) D 1o ke into account eny amendments of the claims under Asticle 19 filed with the International Buress (a copy is
atigched).

(iv) [] 1o disregard any amendments of the claims made under Aticle 19 and to consider them as reversed.

(v) D 0 posipone the stam of the international preliminery examinstion until the expirstion of 20 months from the priority
dute unless thas Authority receives & copy of any amendments made under Asticle 19 or & notice from the applicant
thet he does not wish 10 malke such smendments (Rule 69.1(d)). (This check-box may be marked orly where the time
limis under Article 19 has not yes expired.)

®  Where no check-fox is mashed, internationsl preliminary examinstion will stari on the basis of the international application
as originally filed o, where 8 copy of amendments o the claims under Asticle |9 and/or emendments of the international
application under Asticle 34 are received by the Intermationsl Preliminary Examining Authority before it has begun (o draw
up 8 writsen opinion of the internaticnsl peeliminasy examination report, & 50 amended.

Box Ne.V ELECTION OF STATES

The following designetad States ere hereby clected:
@) [T] ait eligible States (L., alf designared States bound by Chapter Il of the PCT).

(i) [Y] the Staes indicated in the Supplemental Box No. V.

Form PCTAPEA/4OIL (second shest) (July 1992) See Notes to the demand form

1865
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" 1865
PCT CHAPTER II
FEE CALCULATION SHEET
Annex to the Demand for international preliminary examination
For International Preliminary Examining Authority use only -
[nternauonal
applicanon No. PCT/US92/99999
- Applicant's or agent’s Date stamp of the IPEA
tile reference CHC"I_E-PCT
Applicant
Columbia Marime Corperation
Calculation of prescribed fees
1. Preliminary examination fee .. I 450,00 I P I
2. Handling fee ' 181.00 | H l
3. Total of prescribed {ces T
Add the amounts entered at P and H
and enter total in the TOTAL BOK covvveerenverersrmramsensens 631.00
TOTAL
Mode of Payment
authorization to chasge
= | [2] deposit sccount (see belowy (] cen
D cheque D revenue stamps
=" G postal money order D coupons
D banl drafi D other (specify):
Deposit Acceunt Authorization
The PEA/ _J8.. @ is hereby euthorized to charge the ot fees indicated sbove 10 my deposii Sccount.
is hereby authoeized (o ¢ any deficiency or credit eny overpayment in tie todal
m ;‘&s indicaind sbove 10 m% tccoum.y y
§6-1111 01 Octeober 1992
Deposit Account Number Date (dawmontivyear) Signature
. rm PCTAPEAJADL (Annex) (July 1952) See Notes to the foe calculation sheet
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dents and nationals if the U.S. or EPO served as ISA. ,
The IPEA/US will also serve as International Preliminary

Examining Authority for residents or nationals of Brazil and

Barbados if the U.S. was the International Searching Authority.

1866 Filling in of Headings on Chapter II Forms
[R-15]

The examiner will encounter several different forms for use
in the Chapter II preliminary examination phase and most of the
forms will have the same "header” information to be provided.

The notes below list the common identifying information
requested on the top of the first page of most of the forms:

Applicant's mailing address - this is usually the attorney's
address taken from the file wrapper.

Applicant’s or Agent's File Reference - this is the applicant's
or agent's application reference (or docket number) which is
composed of either letters or numbers, or both, provided this
reference does not exceed twelve characters. This reference
may be found in the upper right hand box on the first sheet of the
Demand, Form PCT/IPEA/401. See Administrative Instruction
Section 109.

Intemational Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

International Filing Date - this is the filing date printed on the
international application file wrapper and may also be found on
the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - the first named applicant as set forth on
the international application file wrapper and may also be found
in box I of the Demand, Form PCT/IPEA/401.

1867 Preliminary Examination Fees [R-15]

A preliminary examination fee is due on filing of the
Demand. This fee is for the benefit of the International Prelimi-
nary Examining Authority and the amount for the U.S. doing the
preliminary examination is specified in 37 CFR 1.482. The fee
is somewhat higher if the interpational search was performed by
an authority other than the USPTO.

The bandling fee is a fee for the benefit of the International
Bureau and is collected by the International Preliminary Exam-
ining Authority. The amount of the handling fee is set out in the
PCT schedule of fees which is annexed to the PCT Regulations.

The current amount of both the preliminary examination fee
and the handling fee can be found in each weekly issue of the
Official Gazette. Since supplements to the handling fee were
deleted, noadditional Chapter If fees are required other thanany
additional preliminary examination fee where additional inven-
tions are determined to be present. The amount of this fee is also
specified in 37 CFR 1.482 and in the weekly issues of the
Official Gazesse. See also PCT Rules 57 and 58.
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1868 Correction of Defects in the Demand [R-15] .

PCT Rule 60
Cenain Defects in the Demand or Elections

60.1 Defects in the Demand

(a) If the demand does not comply with the requirements specified
in Rules 53.1, 53.2(a)(i) to (iv), 53.2(b), 53.3 to 53.8 and 55.1, the
International Preliminary Examining Authority shall invite the appli-
cant to correct the defects within a time limit which shall be reasonable
under the circumstances. That time limit shall not be less than one
month from the date of the invitation. It may be extended by the
International Preliminary Exanumng Authority at any time before a
decision is taken.

(b) If the applicant complies with the mv:tat.mn within the time
limit under paragraph (a), the demand shall be considered as if it had
been received on the actual filing date, provided that the demand as
submitted contained at least one election and permitted the interna-
tional application to be identified; otherwise, the demand shall be
considered as if it had been received on the date on which the
International Preliminary Examining Authority receives the correc-
tion.

(c) Subject to paragraph (d), if the applicant does not comply with
the invitation within the time limit under paragraph (a), the demand
shall be considered as if it had not been submitted.

(d) Where, after the expiration of the time limit under paragraph
(a), a signature required under Rule 53.8 or a prescribed indication is
lacking in respectof an applicant for a certain elected State, the election
of that State shall be considered as if it had not been made:

(e) Ifthedefectis noticed by the International Bureau, it shall bring
the defect to the attention of the International Preliminary Examining
Authority, which shall then proceed as provided in paragraphs (a) to
().

(f) If the demand does not contain s statement concerning amend-
ments, the International Preliminary Examining Authority shall pro-
ceed as provided for in Rules 66.1 and 69.1(a) or (b).

(g) Where the statement concerning amendments contains an
indication that amendments under Article 34 are submitted with the
demand (Rule 53.9(c)) but no such amendments are, in fact, submitted,
the International Preliminary Examining Authority shall invite the
applicant to submit the amendments within a time limit fixed in the
invitation and shall proceed as provided for in Rule 69.1(e).

60.2 Defects in Later Elections

(a) If the notice effecting alater election does not comply with the
requirements of Rule 56, the International Bureau shall invite the
applicant to correct the defects within a time limit which shall be
reasonable under the circumstances. That time limit shall not be less
than one month from the date of the invitation. It may be extended by

‘the International Bureau at eny time before a decision is taken.

(b) If the applicant complies with the invitation within the time
limit under paragraph (a), the notice shall be considered as if it hed been
received on the actual filing date, provided that the notice as submitted
contained at least one election and permitted the international applica-
tion to be identified; otherwise, the notice shall be considered as if it
bad been received on the date on which the International Bureau
receives the correction,

(c) Subject to peragraph (d), if the applicant does not comply with
the invitation within the time limit under paragraph (a), the notice shall
be considered as if it had not been submitied.

(d) Where, in respect of an applicant for a certain elected State, the
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signature required under Rule 56.1(b) and (c) or the name or address is
lacking after the expiration of the time limit under paragraph (a), the
later election of that State shall be considered as if it had not been made.

Defects in the Demand may be cormrected. The type of
correction deteriines whether the filing date of the Demand
maust be changed. The most common defects which result in the
mailing of an invitation to comrect are found in PCT Rules 53, 55
and 574. If the applicant complies with the invitation, the
Demand is considered as if it had been received on the actual
filing date, i.e., the original date of receipt. See PCT Rule
60.1(b).

18'69 Notification to International Bureau
of Demand [R-15]

PCT Aricle 31
- Demand for International Preliminary Examination

L322 2

(7) Each elected Office shall be notified of its election.

The International Preliminary Examining Authority, pursu-
ant 1o PCT Rule 61, prompdy notifies the International Burean
and the applicant of the filing of any Demand. The International
Bureau in tum notifies each elected Office of their election and
also notifies the applicant that such notification has been made.

1870 Priority Document and Translation
thereof [R-15]

PCT Rule 66
Procedure before the Internasional Preliminary Examining
Authority
L3420
66.7 Priority Document

(a) If the International Preliminary Examining Authority needs a
copy of the application whose priority is claimed in the international
application, the International Bureau shall, on request, promptly fue-
nish_such copy. If that copy is not furnished to the International
Prehnunaty Examining Authority because the applicant failed to
comply with the requirements of Rule 17.1, the international prelimi-
nary examination repm:naybewmblishcdasiftbe priority bad not
been claimed.

(b) If the application whose [montyuclumcdm the intemational
application is in & langusge other than the language or one of the
languages of the International Preliminary Examining Authority, that
Autherity may invite the applicaat to furnish & translation in the said
language or one of the said languages within two months from the date
of the invitation. If the eenelation is not furnished within that time limit,
the international preliminary examination report may be established s
if the priogity had not been claimed.

BEBES

"A copy of the priosity document may be required by the
examiner if necessary because of an intervening reference, and
a translation thereof, if the priority document is not in English,

P

-
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1871 Processing Amendments filed under’

Article 19 and Article 34 Prior to or at the

Start of International Preliminary
Examination [R-15]

PCT Rule 62
Copy of Amendments under Article 19 for the International
Preliminary Examining Authority

62.1 Amendments Made before the Demand is Filed
Upon receipt of a demand from the International Preliminary

Examining Autbority, the International Bureau shall promptly transmit
a copy of any amendments under Article 19 to that Authority, unless
that Authority bas indicated that it has already received such a copy.
62.2 Amendments Made after the Demand is Filed

(a) If, at the time of filing any amendments under Article 19, a
demand has already been submitted, the applicant shall preferably, at
the same time as he files the amendments with the International Bureau,
also file a copy of such amendments with the International Preliminary
Examining Authority. In any case, the International Bureau shall
promptly transmit a copy of such amendments to that Authority.

(b) [Deleted]

The documents making up the international application may
include amendments of the claims filed by the applicant under
Article 19, Article 19 amendments are exclusively amendments
to the claims and these amendments can only be made after the
search report has been established. Article 19 amendments will
be transmitted to the International Preliminary Examining Au=

thority by the International Bureau. If a Demand for interria- =~

tional prelitinary examination has already been submitted, the
applicant should preferably, at the time he files the Article 19
amendments, also file a copy of the amendments with the
International Preliminary Examining Authority. In the event
that the time limit for filing amendments under Article 19, as
provided in Rule 46.1, has not expired and the Demand includes
a statement that the start of the international preliminary exami-
nation is to be postponed under Rule 53.9(b), the international
preliminary examination should not start before the examiner
receives a copy of any amendments made under Article 19ora
notice from the applicant that he does not wish to make amend-
ments under Article 19, or before the expiration of 20 months
from the priority date, whichever occurs first,

The applicant has the right to amend the claims, the descrip-
tion, and the drawings, in the prescribed manner and before the
start of international preliminary examination. The amendment
must not go beyond the disclosure in the international applica-
tion as filed. These amendments are referred to as Article
34(2)(b) amendments. It should be noted that Asticle 19 amend-
ments are strictly amendments (o the claims made during the
Chapter I search phase while Article 34(2)(b) amendments o
the description, claims, and drawings are made during the
Chapter 11 examination phase.

When amendments to the description, claims or drawings
are made under Rule 66.8, they may be accompanied by an
explanation. These amendments may have been submitted to
avoid possible objections as to lack of novelty or lack of
inventive step in view of the citations listed in the international
search report; to meet any objections noted by the International
Searching Authority under Article 17(2Xa)ii) (i.e., thatall or at
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least some claims do not permit a meaningful search) or under
Rule 13 (i.e., that there is a lack of unity of invention); or tomeet

objections that may be raised for some other reason, e.g., t0 -

remedy some obscurity which the applicant himself/herself has
noted in the original documents.

The amendments are made by the applicant of his/ber own
volition. This means that the applicant is not restricted to
amendments necessary to remedy a defect in his/ber interna-
tional application. It does not, however, mean that the applicant
should be regarded as free to amend in any way he/she chooses.
Any amendment must not add subject matter which goes be-
yond the disclosure of the international application as originally
filed. Furthermore, it should not itself cause the intemational
application as amended to be objectionable under the PCT, e.g.,
the amendment should not introduce obscurity.

As amatter of policy and to ensure consistency in handling
amendments filed under Articles 19 and 34 of the PCT, the
following guidelines for processing these amendments have
been established:

(1) Any amendment which complies with 37 CFR 1.485(a)
will be congidered;

(2) Amendments filed afier the Demand

(a) will be considered if filed before the application is
docketed to the examiner,

(b) may be considered if filed after docketing. The
examiner has discretion to consider such amendments
if the examiner determines that the amendment places
the application in better condition for examination or
the examiner determines that the amendment should
otherwise be entered;

(3) Amendments filed after expiration of the period for
fespoase (o the written opinion

(a) will be considered if the amendment was requested
by the examiner,

(b) may be considered if the examiner determines that
the amendment places the application in better condi-
tion for examination or the examiner determines that
the amendment should otherwise be entered.

It is expected, due to the relatively short time period for

" completion of preliminary examination, that the Chapter II

application will be taken up for preparation of the written
opinion promptly after docketing to the examiner and taken up
for preparation of the final report promptly after the time expires
for response to the written opinion (i.e., after allowing for mail
processing). The examiner is not obliged to consider amend-
ments or arguments which are filed aftes he/she has taken up the
case for preparation of the written opinion or the final report.

Amendments timely filed but misdirected or are otherwise
late reaching the examiner will be consgidered as in the case of
regular domestic applications and may require a supplemental
wrilten opinion and/or final report.

Clearly, these guidelines offer the examiner flexiblility, The
examiner should be guided by the over-riding principle that the
final report (the PCT/IPEA/409) should be established with as
few written opinions as possible and resolution of as many
issues as possible consistent with the goal of a timely and quality

report.
See also Administrative Instruction Section 602 regarding

- processing of amendments by the Intemational Preliminary

Examining Authority.
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1872 Transmittal of Demand to the
Examining Corps [R-15]

PCT Administrative Instructions Section 605
File 10 be used for International Preliminary Examination

Where the International Preliminary Examining Authority is part
of the same national Office or intergovernmental organization as the
International Searching Authority, the same file shall serve the pur-
poses of internationel search and international preliminary examina-
tion.

When the PCT International Division has finished process-
ing of the papers and fees filed with a complete Demand, a copy
of the Demand and other papers are forwarded to the appropriate
examining group for examination. The documents will be
placed in the “Search Copy” file wrapper when forwarded to the
examining corps.

1873 Later Election of States [R-15]

PCT Article 31
Demand for International Preliminary Examination
BEReR
(6)(b) Any later election shall be submitted to the International

Buseau.
BUREH -

PCT Rule 56
Later Elections

56.1Elections Submisied Later Than the Demand

(a) The election of States subsequent ¢ the submission of the
demand (“later election™) shall be effected by a notice submitted to the
International Bureau. The notice shall identify the international
application and the demand, and shall include an indication as referred
to in Rule 53.7(b)(ii).

(b) Subject to paragraph (c), the notice referred to in paragraph (a)
ghall be signed by the applicant for the elected States concerned or, if
there is more than one applicant for those States, by all of them.

(c) Where two or more applicants file a notice effecting a later
election of a State whose national law requires that national applica-
tions be filed by the inventor end where an applicant for that elected
State who is an inventor refused to sign the notice or could not be found
or resched after diligent effort, the notice need not be signed by that
applicant (“the spplicant concerned™) if it is signed by ¢ least one
applicent end

(i) & statement is furnished explaining, to the satisfaction of the
International Bureay, the lack of signature of the applicant concerned,
or

(iiy the applicant concerned did not sign the request but the
requirements of Rule 4.15(b) were complied with, or did not sign the
demand but the requirements of Rule 53.8(b) were complied with.

(d) An spplicantfor a State elected by & later election need not have
been indicated as an applicant in the demand.

(e) If & notice effecting a later election is submitted after the
expiration of 19 months from the priority date, the International Bureau
shall notify the applicant that the election does nothave the effect provided
for under Asticle 39(1)(a) and that the acts referred o in Article 22 must
be performed in respect of the elected Office concemed within the time
Limit applicable under Asticle 22.
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(f) If, notwithstanding paragraph (a), @ notice effecting a later
election is submitted by the applicant to the International Preliminary
Examining Authority rather than the Intemational Bureau, that Author-
ity shall mark the date of receipt on the notice and transmit it promptly
to the International Bureau. The notice shall be considered to have been
submitted to the International Bureau on the date marked.

56.2 ldentification of the International Application
Theinternational application shall be identified as providedin Rule
53.6.

56.3 Identification of the Demand

_ The demand shall be identified by the date on which it was
submitted and by the name of the International Preliminary Examining
Authority to which it was submitted.

56.4 Form of Later Elections

The notice effecting the later election shall preferably be worded as
follows: “In relation to the international application filed with ... on ...
under No. ... by ...(applicant) (and the demand for international prelimi-
nary examination submitted on ... 10 ...), the undersigned elects the
following additional State(s) under Asticle 31 of the Patent Coopera-
tion ‘Treaty: ...”

56.5 Language of Later Elections
The later election shall be in the language of the demand.

Applicants may, after filing of the Demand, later, but still
within 19 months of the priority date, elect additional States
which have been previously designated and obtain the benefit of
delaying the national stage until 30 months afier the priority date
in the additional elected States. All such later elections must be
filed directly with the International Bureau and not the Interna-
tional Preliminary Examining Authority. Elections received
after 19 months will not delay the time for entry into the national
stage from 20 (o 30 months.

1874 Determination if International
Preliminary Examination is Required
-~ and Possible [R-15]

PCT Article 34
Procedure before the International Preliminary Examining
Authority '
BEBEE
(4)(s) ¥f the International Preliminary Examining Authority con-
gsiders
(iythat the internations] application relates (o 8 subject matier on
which the International Preliminary Exemining Authority is not
required, under the Regulations, to carry out aa internations] prelimi-
nary enamination, and in the pasticular cese decides not Lo cary out
such exeminstion, or
(if) that the description, the claims, or the drawings, &re 60
unclear, or the claims are so insdequately supported by the descrip-
tion, that no meaningful opinion can be formed on the novelty,
inventive step (non-obviougaess), or industrial epplicability, of the
claimed invention,
the said authority shall not go into the questions referved to in Asticle
33(1) and shall inform the spplicant of this opinion and the reasons
therefor.
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(b) If any of the situations referred to in subparagraph (a) is found
to exist in, or in connection with, certain claims only, the provxswns of
that subparagraph shall apply only to the said claims.

There are instances where international preliminary exami-
nation is not required because of the nature of the subject matter
claimed and also because the claims are so indefinite that no
examination is possible. Such instances should seldom occur,
especially since most problems of this nature would have
already been discovered and indicated at the time of the interna-
tional search.

If it is found that certain claims of an intemational applica-
tion relate to subject matter for which no international prelimi-
nary examination is required, on Form PCT/IPEA/408, check
the appropriate box. It should be noted that subject matter which
isnormally examined under U.S. national procedure should also
be examined as an International Preliminary Examining Au-
thority.

The examiner should check the appropriate box if it is found
that the description, claims or drawings are so unclear, or the
claims are so inadequately supported by the description that no
opinion could be formed as to the novelty, inventive step (non-
obviousness) and industrial applicability of the claimed inven-
tion.

Subject matter not searched under Chapter I will not be the
subject of a preliminary examination under Chapter II. This is
so even if claims which were not searched under Chapter I are
modified to be acceptable for examination.

§18.06 Claims (inventions) for which no International Search Repo;t .

will be issued

Claim [1] directed to an invention which has not been previously
searched by an Intemnational Searching Authority. Conseguently, these
claims are not considered for international preliminary examination.
Note: 37 CFR 1.484(c).

EXAMINER NOTE:

This paragraph must be included when one or more of the claimed
imventions has not been the subject of an International Search Report
by & competent International Searching Authority.

§ 18.11 Name and Number of Examiner 1o be Contacted.
Any inquiry concerning this communication should be directed to
{1] at telephone number 703-[{2]

EXAMINER NOTE:

1. This paragraph should be used at the end of all requirements for
vaity of invention,

2. In bracket 1], ingert the name of the examiner who prepared the
requirement for unity of invention.

3. In bracket [2] insert the telephone number of the examiner
identified ot [1].
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1875 Unity of Invention before the
International Preliminary Exarmmng
Authority [R-15]

PCT Article 34
Procedure before the International Preliminary Examining
Authority
BREdE

(3)(a) If the International Preliminary Examining Authority con-
siders that the international application does not comply with the
requirement of unity of invention as set forth in the Regulations, it may
invite the applicant, at his option, to restrict the claims so as to comply
with the requirement or to pay additional fees.

SRREE -

{c) If the applicant does not comply with the invitation referred to
in subparagraph (a) within the prescribed time limit, the Intemnational
Preliminary Examining Authority shall establish an international pee-
liminary examination report on those parts of the international applica-
tion which relate to what appears to be the main invention and shall
indicate the relevant facts in the said report. The national law of any
elected State may provide het, where its national Office finds the
invitation of the Internstionsl Preliminary Examining Authority justi-
fied, those parts of the internationsl application which do not relate to
the main invention shall, as far as effects in that State ase concerned, be
considered withdrawn unless e special fee is paid by the applicant to
that Office.

sepee

37 CFR 1.488 Determination of unity of invention before the Interna-
tional Preliminary Examining Authority.

(a) Before eetablishing eny written opinion or the internationel
preliminery examination repost, the International Preliminary Examin-
ing Authority will determine whether the international applicstion
complies with the requirement of unity of invention as set forth in §
1.478.

(b) If the Intesnational Preliminery Exemining Authority considers
that the internationsl application does not comply with the requirement
of unity of invention, it may:

(1) fasue & written opinion and/or en intesnationsl preliminsry
eramination repost, in respect of the entire international application
and indicate that unity of invention is lecking and specify the reazons
therefor without extending an invitstion to restrict or pay sdditional
fees. No intemational preliminary examination will be conducted on
inventions not previously searched by an Intesrnationsl Sesrching
Autbority.

(2) Invite the spplicant (o restrict the clsims or pay edditional fees,
pointing out the categories of the invention found, within & set time
fimit which will nst be extended. No inlemnational preliminary exami-
nation will be conducted op inventions not previously sesrched by an
Intesnstional Preliminery Exemining Authority, of

(3) I spplicent fails to sestrict the claims or pay edditionsl fees
within the time limit set for response, the Internstional Preliminary
Examining Authority will issue s writien opinion snd/or establish @
interastional preliminery examination seporton the main invention and
shall indicate the relevamt facts in the eaid report. In case of any doubt
as to which invention is the main invention, the invention first men-
tioned in the claims end peeviously searched by ea International
Searching Authority shall be considered the main invention,

{e) Lack of unity of invention mey be dizectly evident before
considering the claims in relation to eny prior e, or after taking the
prioe art into consideration,, ¢ where s document discovered during
the sesrch shows the invention claimed in & generic or linking claim
lacks novelty or is clemly obvious, leaving two or more claims joined
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thereby without a common inventive concept. In such a case the
International Preliminary Examining Authority may raise the objec-
tion of lack of unity of invention.

The examiner will usually begin the preliminary examina-
tion by checking the international application for unity of
invention. The international preliminary examination will only
be directed to inventions which have been searched by the
International Searching Authority. All claims directed to inven-
tions which have not been searched by the International Search-
ing Authority will not be considered by the International Pre-
liminary Examining Authority. If the examiner in the Interna-
tional Preliminary Examining Authority finds lack of unity of
invention in the claims to be examined, an invitation is normally
prepared and sent to the applicant requesting the payment of
additional fees or the restriction of the claims on Form PCT/
IPEA/40S. Such an invitation will include the identification of
what the examiner considers to be the “main invention” which
will be examined if no additional fees are paid or restriction is
made by the applicant.

The procedure before the International Preliminary Exam-
ining Authority regarding lack of unity of invention is governed
by PCT Article 34(3)(a) through (c), PCT Rule 68 (see also PCT
Rule70.13),and 37CFR 1.475and 1.488. It should be noted that
in most instances lack of unity of invention will have been noted
and reported upon by the Intemational Searching Authority
which will have drawn up an International Search Report based
on those parts of the international application relating to the
invention, orunified linked group of inventions, first mentioned. -
in the claims (“main invention"). If the applicant has paid
additional search fees, additional inventions would also have
been searched, No international preliminary examination will
be conducted on inventions not previously searched by an
International Searching Authority (37 CFR 1.488(b)(2)).

Unity of invention must be addressed within 7 days from the
date the PCT application is charged to the examining group from
PCT International Division. This simply means that a determi-
nation must be made as to whether or not the international
application relates to one invention or to a group of inventions
so linked as to form a single general inventive concept.

If it is determined that the international application does
mneet the requirements for unity of invention and no additional
fees will be requested, the international application must be
returnied to the Paralegal Specialist in the examining group so
that an indication to that affect may be made on the PALM
System which monitors deadlines such as the deadline for
checking unity of invention,

If the examiner determines that unity of invention is lacking,
there are two options:

1. The examiner may conduct an international preliminary
examination covering all the claimed and previously searched
inventions and indicate that unity of invention is lacking and
specify the reasons therefor without extending an invitation to
restrict or pay additional fees (PCT Rule 68.1), or

2. The examiner may invite the applicant to restrict the
claims, so as to comply with the requirement, or pay additional
fees, pointing out the categories of invention found. The invita-
tion to restrict or pay additional fees shall state the reasons for
which the international application is considered as not comply-
ing with the requiremnent of unity of invention. (PCT Rule 68.2).
Inventions not previously searched will not be considered or
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included in the invitation.

The Written Opinion, if any, and the International Prelimi-
nary Examination Report must be established on all inventions
for which examination fees have been paid.

If the applicant fails to respond to the invitation to restrict the
claims or pay additional examination fees due to lack of unity of
invention, the Written Opinion and Report must be established
on the claims directed to what appears to be the main invention,
(PCT Article 34(3)c)). The main invention, in case of doub, is
the first claimed invention for which an International Search
Report has been issued by the International Searching Author-
ity. The main invention, as viewed by the examiner, must be set
forth on Form PCT/IPEA/40S.

_ Whether or not the question of unity of invention has been
raised by the International Searching Authority, it may be
considered by the examiner when serving as an authorized
officer of the International Preliminary Examining Authority.
In the examiner's consideration, all documents cited by the
International Searching Authority should be taken into account
and any additional relevant documents considered. However,
there are cases of lack of unity of invention, where, compared
with the procedure of inviting the applicant to restrict the
international application or pay additional fees (PCT Rule
68.2), little or no additional effort is involved in establishing the
Written Opinion and the Intemational Preliminary Examination
Report for the entire international application. Then reasons of
economy may make it advisable for the examiner to use the
option referred to in PCT Rule 68.1 by choosing not to invite the
applicant to restrict the claims or to pay additional fees.

Unity of invention is defined by 37 CFR 1.475 which
describes the circumstances in which the requirement of unity
of invention is considered fulfilled.

1875.01 Preparation of Invitation Concerning
Unity [R-15]

The “Invitation to restrict or pay additional fees” Form PCT/
IPEA/405, is used to invite the applicant, at his/her option, to
restrict the claims to comply with the requirements of unity of
inventionof, (o pay additional examination fees, In addition, the
examiner must explain the reasons why the international appli-
cation is not considered to comply with the requirement of unity
of invention. The examiner must also specify, on Forin PCT/
IPEA/40S, at least one group or groups of claims which, if
elected, would comply with the requirement for unity of inven-
tion.

INVITATION

In the space provided on form PCT/IPEA/40S, the examiner
should identify the disclosed inventions by claim numerals and
indicate which disclosed inventions are so linked as to form a
single general inventive concept, thereby complying with the
requirement of unity of invention. For example, claims 0
different categories of invention such as a product, claims to a
process specifically adapted for the manufacture of (he product
and a claim for a use of the product would be considered related
inventions which comply with the unity of invention require-
ment, whereas a claim to an apparatus for making the product in
the same application would be considered a second invention
for which additional fees would be required. The reasons for
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bolding that unity of invention is lacking must be specified. See
37 CFR 1.475 and Annex B of the Administrative Instructions.

Also, the examiner should specify the main invention and
claims directed thereto which will be examined if the applicant
fails to restrict or pay additional fees. The main invention, in
case of douby, is the first claimed invention or related invention
before the International Preliminary Examining Authority for
which a search fee has been paid and an International Search
Report has been prepared.

The examiner should indicate the total amount of additional
fees required for examination of all claimed inventions.

In the box provided at the top of the form, the time limit for
response is set according ©0 PCT Rule 68.2, normally a one
month time limit. Extensions of time are not permitted.

-Since the space provided on Form PCT/IPEA/405 is limited,
supplemental attachment sheets, supplied by the examiner, with
reference back to the specific section, should be incorporated
whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/405 mustbe signed by anexaminer with at
least partial signatory authority.

TELEPHONIC RESTRICTION PRACTICE

Telephone practice may be used in certain cases to allow
applicants to elect an invention to be examined or to pay
additional fees. Additional fees may be charged to a deposnt
account using the telephone practice only if:

1) The Demand for International Preliminary Examination =

included an authorization to charge additional fees to a deposit
account,
2) Applicant or the legal representative or agent orally
agrees to charge the additional fees to the account, and
3) A complete record of the telepbone conversation is
included with the Written Opinion including:
a) Examiner’s name;
b) Authorizing atiomey’s name;
¢) Date of conversation;
d) Invention elected and/or inventions for which addi-
tional fees paid; and
¢) Deposit account number and amount to be charged.

If applicant or the legal representative or agent refuses to
either restrict the claims to one invention or authorize payment
of additional fees, F orm PCT/IPEA/40S should be prepared and
mailed to applicant.

When the telephone practice is used in making lack of unity
fequirements, it is critical that the examiner orally inform
applicant that there is no right to protest the holding of lack of
unity of invention for any group of invention(s) for which no
additional examination fee bas been paid.

The examiner must further orally advise applicant that any
protest to the holding of lack of unity or the amount of additional
fee required must be filed in writing no later than one month
from the mailing date of the Written Opinion or the International
Preliminary Examination Report if the lack of unity holding is
first mailed with the IPER because there was no Written
Opinion.

37 CFR 1.475 Unity of invention before the International Searching
Authority, the International Preliminary Examining Awthority and
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 during the national stage.

(a) An international and a national stage apphcatmn shall relate to

one invention only or to a group of inventions so linked as to form a

single general inventive concept (“requirement of unity of invention”).
Where a group of inventions is claimed in an application, the require-
ment of unity of invention shall be fulfilled only when there is a
technical relationship among those inventions involving one or more of
the same or corresponding special technical features. The expression
"special technical features" shall mean those technical features that
define acontribution which each of the claimed inventions, considered
as a Whole, makes over the prior art.

(b) An international or a national stage application containing
claims to different categories of invention will be considered to have
unity of invention if the claims are drawn only to one of the following
combinations of categories: -

(1) A product and a process specially adapted for the manufacture
of said product; or

(2) A product an process of use of said product; or

(3) A product, a process specially adapted for the manufacture of
the said product, and a use of the said product; or

(4) A process and an apparatus or means specifically designed for
carrying out the said process; or

(5) A product, a process specially adapted for the manufacture of
the said product, and an apparatus or means specifically designed for
carrying out the said process.

(c) If an application contains claims to more or less than one of the
combinations of categories of invention set forth in paragraph (b) of
this section, unity of invention might not be present.

(d) If multiple products, processes of manufacture or uses are
claimed, the first invention of the calegory first mentioned in the claims
of the application and the first recited invention of each of the other
categories related thereto will be considered as the main invention in
the claims, see PCT Asticle 17(3Xa) and § 1.476(c).

(e) The determination whether a group of inventions i so linked
as to form a single general inventive concept shall be made without
regard to whether the inventions are claimed in separate claims or as
alternatives within a single claim.

[Pazas. () - (¢) amended and pere. (f) deleted, 58 FR 4335, Jen. 14, 1993,
effective May 1, 1993)

§ 18.02 Invitation to restrict

This application contains the following inventions os groups of
inventions which are not so linked as to formn a single inventive concept.
In order for all inventions to be examined, the appropriate edditional
examination fees must be paid.

EXAMINER NOTE: :
1. This is the heading that should be uged in all holdings of lack of
unity of invention.

§ 18.03 Groupings of invention
Group{1}, Claim [2] drawn to [3].

EXAMINER NOTE:

1. In bracket [1], place sequential Roman numerals to identify the
groupings.

2. In bracket [2], place the appropriate claim number(s).

3. In bracket [3), define the invention or groups of invention(s) so
linked as to form a single general inventive concept.

§ 18.04 Reasons for holding a lack of unity of invention
The inventions listed as Groups [1] do not meet the requirements
for unity of invention for the following reasons: [2]
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EXAMINER NOTE:

1. In bracket {1], list the Roman numerals that identify the group-
ings of invention.

2. This paragraph follows the listing of the Groups of invention and
should be completed at {2] with a thorough and concise explanation as
to why there is a lack of unity of invention between the groups.

§ 18.05 Non-elected claims (inventions) for which an international
preliminary examination report is not established.

Claim [1] withdrawn from further consideration, as being drawn to
a non-elected invention, by the election of the group {2] inventions(s)
for examination.

EXAMINER NOTE: .

1. This paragraph is used to set forth those claims which have been
the subject of an International Search Report but will not be examined
pursuantto applicant’s election or non-payment of additional examina-
tion fees.

§ 18.07 Telephone Election - Single Invention
During a telephonic requirement for election, on [1] applicant’s
representative, [2], elected the invention of group [3] for examination.
No additional examination fees were authorized and only one
invention was elected.

EXAMINER NOTE:

1. In bracket [}], insert the date the election was made.

2. In bracket [2], insert the name of applicant’s representative.

3. In bracket [3], insert the Roman numeral ndenufymg the elected
invention. - -

¥ 18.08 Telephone Election - Multiple Inventions

During a telephonic requirement for election, on [1], applicant’s
representative, [2], elected the inventions of groups [3] for examina-
tion.

Applicant’s representative also authorized the charging to the
Deposit Account for payment of additional examination fees totaling
${4] for the examination of said inventions. The additional examination
fees have been charged to Deposit Account Number [5).

EXAMINER NOTE:

1. In bracket [1), insert the date the election was made

2. In bracket {2], insert the name of applicant’s representative

3. In bracket [3], insert the Roman numeral identifying the elected
inventions.

4. In bracket {4], insert the amount of the additional fees for the
examination of the additional invention(s).

5. In bracket [5], insert the Deposit Account Number.

.§18.09 No Right to Protest in Written Opinion Without Payment of

Additional Fees

Applicant stands advised that there is no right to protest the holding
of lack of unity of invention for any group of invention(g) for which no
additional examination fees has been paid. Any protest (o the holding
of lack of unity of invention or the amount of the additional fee required
must be filed no later than the filing of a response to the Written

Opinion.
EXAMINER NOTE:

1. This paragraph must be included in the record of a telephone
election made in & Written Opinion.
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§18.10 No Right to Protest Without Payment of Additional Fees, No
Written Opinion ,

Applicant stands advised that there is no right to protest the
holding of lack of unity of invention for any group of invention(s)
for which no additional examination fees has been paid. Any protest
to the holding of lack of unity of invention or the amount of the
additional fee required must be filed no later than one month from
the date of this letter.

EXAMINER NOTE:
1. This paragraph must be included in the record of a telephone
election made in a separate letter.

1875.02 Response to Invitation Concerning
Lack of Unity of Invention [R-15]

PCT Administrative Instructions Section 603
Transmistal of Protest Against Payment of Additional Fee and
Decision Thereon Where International Application is Considered to
Lack Unity of Invention

- The International Preliminary Examining Authority shall transmit
to the applicant, at the latest together with the international preliminary
examination report, any decision which it has taken under Rule 68.3(c)
on the protest of the applicant against payment of the additional fee
where the international application is considered to lack umity of
invention. Atthe same time, it shall transmit to the International Bureau
a copy of both the protest and the decision thereon, as well as any
request by the applicant to forward the texts of both the protest and the
decision thereon to the elected Offices.

37 CFR 1.489 Protest to lack of unity of invention before the Interna-
tional Preliminary Examining Authority

(a) If the applicant disagrees with the holding of lack of unity of
invention by the International Preliminary Examining Authority, addi-
tional fees may be paid under protest, accompanied by a reguest for
refund and a statement setting forth reasons for disagreement or why
the required additional fees are considered excessive, or both.

(b) Protest under paragraph (a) of this section will be examined by
the Commissioner or the Commissioner’s designee. In the event that
the applicant’s protest is determined to be justified, the additional fees
or 2 portion thereof will be refunded.

(c) An applicant who desires that a copy of the protest and the
decision thereon accompany the international preliminary examina-
tion report when forwarded to the Elected Offices, may notify the
International Prelimninary Examining Authority to that effect any time
prior to the issuance of the international preliminary examination
report. Thereafter, such notification should be directed to the Interna-
tional Bureau.

Applicantmay respond by paying some or all additional fees
or by restricting the claims to one invention, If applicant makes
no reply within the set time limit, the international peeliminary
examination will proceed on the basis of the main invention
only.

If applicant has paid an additional fee or fees, a protest to the
bolding of lack of unity of invention may be filed with the
International Preliminary Examining Authority.

-

NOTIFICATION OF DECISION ON PROTEST

-
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Form PCT/IPEA/420 is used by the examining group to
inform the applicant of the decision regarding applicant’s pro-
test on the payment of additional fees concerning unity of
invention.

NOTIFICATION

The examining group checks the appropriate box, i.e., 1 or
2. Ifbox 2 is checked, a clear and concise explanation as to why
the protest concerning the unity of invention was found to be
unjustified must be given.

Since the space is limited, supplemental attachment sheet(s)
should be incorporated whenever necessary.

- AUTHORIZED OFFICER
Form PCT/IPEA/420 must be signed by a Group Director.

1876 Notation of Errors and Informalities by
the Examiner [R-15]

PCT Administrative Instructions Section 607
Rectifications of Obvious Errors under Rule 91.1

Where the Internationa] Preliminary Examining Authority author-
izes a rectification of an obvious error under Rule 91.1, Rule 70.16 and
Section 602 (a) and (b) shall apply mutatis mutandis.

Although the exaz;liner is not responsible for discovéﬁng -

errors in the international application, if any errors come to the
attention of the examiner, they should be noted and calied to the
applicant's attention. The examiner may invite applicant to
rectify obvious errors which do not impede the examination of
the PCT application. Applicant is notified of the obvious errors
by using Form PCT/IPEA/411 or 423. Defects that are not
obvious errors may be called to applicant's attention by using
Form PCT/IPEA/408 or 423.

The examiner then must complete the section of the form
which notifies applicant where the Request for Rectification
should be submitted. This will normally be the USPTO. See
PCT Rule 91.1(e).

AUTHORIZED OFFICER

Form PCT/IPEA/411 and 423 must be signed by an exam-
iner having at least partial signatory authority.

§ 18.28 Drawings objected to, Corvection required
The drawings are objected to because [1]. Replacement sheets
are required.

§ 18.29 Subject matter admits of illustration

The subject matter of this application admits of illustration by
drawing to facilitate understanding of the invention. Applicant is
required under PCT Article 7(1) to furnish a drawing.

§ 18.30 Amendment containing New Manter

The amendment of [1] is objected to under PCT Article 34(2Xb)
because it introduces matter into the application that goes beyond the
disclosure as originally filed. The added material which is not sup-
ported by the original disclosure is as follows: [2]

Under PCT Rule 70.2(c), the international application is being
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treated as if the entire amendment hé.d not béen made.

EXAMINER NOTE: )

1. An amendment that attempts to add new matier to any of the
drawings, specification or claims in effect voids the entire amendment,
and the international application is in effect treated as if the amendment
bad never been submitted.

9 18.33 Improper Multiple dependens claims

Claim [1] objected to under PCT Rule 6.4(a) as being in improper
dependent form because a multiple dependent claim [2]. Accordingly,
claim [3] not being examined for novelty, inventive step and industrial
applicability.

EXAMINER NOTE: -

1. In bracket [2], insert “should refer to other claims in the
alternative only”, and/or “cannot depend from any other multiple
dependent claim.”

1876.01 Request for Rectification and
Notification of Action Thereon [R-15)

NOTIFICATION OF DECISION CONCERNING
REQUEST FOR RECTIFICATION

The rectification of cbvious errors is governed by PCT
Rules 91.1 and 66.5.

NOTIFICATION

If the applicant requests correction of any obvious efrors in
the international application or in any paper submitted to the
International Preliminary Examining Authority, other than in
the request, any acceptable cosrection should be authorized by
vsing Form PCT/IPEA/412.

The procedure governing the rectification of obvious errors
are PCT Rules 91.1(d) and 26.4(a) which state that:

The request for rectification which the applicant is invited to

make must be submitted in a letter. The rectification may be

stated in that letterifit is of such a nature that it can be transferred
from the letter to the international application without adversely
affecting the clarity and direct reproducibility of the sheeton to
which the rectification is to be wansferred; otherwise, the
applicant is required to submit a replacement sheet embodying
the rectification and the letier accompanying the replacement
sheet must draw atiention to the differences between the re-
placed sheet and the replacement sheet.

The examiner after fully considering applicant’s Request for
Rectification of an obvious error, will notify applicant of the
action taken on Form PCT/IPEA/412. Since the space provided
is limited, supplemental sheet(s) should be incorporated when-
ever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/412 must be signed by an examiner baving
at least partial signatory authority.
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1877 Nucleotide and/or Amino Acid Sequence
Listings During the International
Preliminary Examination [R-15]

If a listing bas been furnished to the International Searching
Authority, that Authority will make a copy available to the
International Preliminary Examining Authority upon request
(Rule 13ter.1(e)). If a copy in a machine readable form is not
available from the International Searching Authority, the Inter-
national Preliminary Examining Authority may request the
applicant (0 fumish such a listing in a computer readable form
in accordance with Annex C of the Administrative Instructions
and Administrative Instruction 610,

1878 Preparation of the Written Opinion [R-15]

PCT Anrticle 34
Procedure before the International Preliminary Examining
Authority
L2 3
(2)(c) The applicant shall receive at least one written opinion from
the International Preliminary Examining Authority unless such Au-
thority considers that all of the following conditions are fulfilled:
(i) the invention satisfies the criteria set forth in Article 33(1),
(ii) the international application complies with the requirements
of this Treaty and the Regulations in so far as checked by that Authority, - -
(iii) no observations are intended to be made under Article 35(2),

last sentence.
BRERER

37 CFR 1.484 Conduct of international preliminary examination

(a) An international preliminary examination will be conducted to
formulate & non-binding opinion as to whether the claimed invention
has novelty, involves an inventive step (is non-obvious) and is indus-
trially applicable.

(b) International preliminary examination will begin promptly
upon receipt of a Demand which requests examination based on the
application as filed, or as amended by an amendment which has been
received by the United States International Preliminary Examining
Authority. Where a Demand requests examination based on a PCT
Article 19 amendment which has not been received, examination may
begin at 20 months without receipt of a PCT Article 19 amendment.
Where a Demand requests examination based on a PCT Asticle 34
amendment which has not been received, applicant will be notified and
given a time period within which to submit the amendment. Examina-

‘tion will begin after the earliest of:

(1) Receipt of the amendment;

(2) Receipt of applicant’s statement that no amendment will be
made; ot

(3) Expiration of the time period set in the notification.

No international preliminary examination report will be estab-
lished prior to issuance of an international search report.

(c) No international preliminary examination report will be con-
ducted on inventions not previously searched by an International
Searching Authority.

(d) The International Preliminary Examining Authority will estab-
lish & written opinion if any defect exists or if the claimed invention
lacks novelty, inventive step or industrial applicability and will set a
non-extendable time limit in the written opinion for the applicant to
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respond.
(e) If no written opinion under paragraph (d) of this section is

necessary, or after any written opinion and the response thereto or the

expiration of the time limit for response to such written opinion, an

international preliminary examination report will be established by the
International Preliminary Examining Authority. One copy will be
submitted to the International Bureau and one copy will be submitted
to the applicant.

(f) An applicant will be permitted a personal or telephone interview
with the examiner, which must be conducted during the non-extend-
able time limit for response by the applicant to a written opinion.
Additional interviews may be conducted where the examiner deter-
mines that such additional interviews may be belpful to advance the
international preliminary examination procedure. A summary of any
such personal or telepbone interview must be filed by the applicant as
a part of the response to the written opinion or, if applicant files no
response, be made of record in the file by the examiner.

[Para. (b) amended, 58 FR 4335, Jen. 14, 1993, effective May 1, 1993]

A Written Opinion must be prepared if the examiner:

1. considers that the international application has any of the
defects described in PCT Article 34(4);

2. considers that the report shouid be negative with respect
to any of the claims because of a lack of novelty, inventive step
(non-obviousness) or industrial applicability;

3. notices any defects in the form or contents of the
international application under the PCT;

4. considers that any amendment goes beyond the disclo-
sure in the international application as originally filed;

5. wishes to make an observation on the clarity of the
claims, the description, the drawings or 10 question whether the
claims are fully supported by the description;

6. decides not o carry out the international preliminary
examination on a claim for which no International Search
Report was issued; or

7. considers that no acceptable amino acid sequence listing
is available in a form that would allow a meaningful interna-
tional preliminary examination (o be carried out.

The applicant must be notified on Form PCT/IPEA/408 of
the defects found in the application. The examiner is further
required to fully state the reasons for his/her opinion (PCT Rule
66.2(b)) and invite 2 writtcn reply, with amendments where
appropriate (PCT Rule 66.2(c)), setting a time limit for the reply
of normally 2 months. ,

The examiner should insert the words " first” or “second”, as
the case may be in the space provided on page 1 of the Writien

Opinion,
ITEM 1. BASIS OF OPINION

Applicant has two opportunities to amend the international
application prior to international preliminary examination.
Under PCT Article 19, the applicant is entitled to one opportu-
nity to amend the claims of the international application by
filing amendments with the International Bureau within 2
months of the mailing of the International Search Report. See
PCT Rule 46.1. Applicant is also permitted to make amend-
ments before the International Preliminary Examining Author-
ity ynder PCT Article 34(2)(b) and PCT Rule 66.1. Any amend-
ment, however, that does not accompany the filing of the
Demand but is filed later may not be considered unless itreaches
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the examiner before he/she takes up the application for exami-
nation.

ITEM II. PRIORITY

Item II of Form PCT/IPEA/408 is to inform applicant of
non-establishment of a request for priority.

If applicant fails to furnish a copy of the earlier application,
whose priority has been claimed, within the prescribed time
limit, check box No. 1 of Item II.

When the claim for priority has been found invalid (e.g., the
claimed priority date is more than one year prior to the intema-
tional filing date), check box No. 2 of Item II.

ITEM III. NON-ESTABLISHMENT OF OPINION ON
NOVELTY, INVENTIVE STEP AND INDUSTRIAL
APPLICABILITY

Item II1 of Form PCT/IPEA/408, is intended to cover the
situation where claims of an application are so defective that the
question of novelty, inventive step (non-obviousness) and in-
dustrial applicability cannot be considered. This should seldom
occur.

If all claims of an application are so defective that no
meaningful examination can be performed as to novelty, inven-
tive step (non-obviousness) and industrial applicability, check
the appropriate box.

Where only some of the claims of an application are defec-
tive and cannot be examined as to novelty, inventive step (non-

obviousness) and industrial applicability or where there has -

been no international search for the only invention currently
claimed in the intemational application, check the appropriaie
box.

§ 18.25 Indefinite claims
Claim [1] objected to as indefinite under PCT Article 6 for lack of
clarity. [2]

EXAMINER NOTE:

1. This form paragraph is analogous to a rejection under 35 U.S.C.
112, second paragraph. However, remember that the claims are never
rejected nor is the patentability or lack thereof discussed in an intema-
tional application undergoing International Preliminary Examination,

2. In bracket [2] explain the lack of clarity.

§ 18.26 Claims not supported by the disclosure
Claim [1] objected to under PCT Article 6 because it is not
fully supported by the disclosure. [2]

EXAMINER NOTE:
1. In bracket [2) explain the deficiency in the disclosure.

§ 18.27 Inadequate description

The description of the invention does not satisfy PCT Article S in
that the invention must be disclosed in a manner sufficiently clear and
complete to be carried out by a person skilled in the art. [1]

EXAMINER NOTE:
1. In bracket [1) explain why the description is not clear and
complete.
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From the
INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

To: joHN ADAMS PCT

345 STATE STREET

BOSTON MA 02110 ‘
WRITTEN OPINION

(BCT Rule 66)

1878

Dae of Mailing
(day/month/year)

Applicant's or agemt's file reference REPLY DUE within Two months
CMC-123-PCT from the sbove dale of mailing

Interationsa) epplication No. Internationsl filing dste (day/monih/year) | Priority date (doy/month/year)
PCTAUS92/5999% 11 MAY 1992 03 JUNE 1991

International Patem Classification (IPC) or both nstionsl classification and [PC
IPC(5):R63H 25/02, 25/04 US Ci.:114/144C; 340/987

Applicast
COLUMBIA MARINE CORPORATION

1. This written opinion is the firmt (first, eic.) drawn by this Internationsal Preliminary Examining Authority.
2. This opinion contains indications relating o the following tems: )
I @ Basis of the opinion
1 D Priosity
m m Non-eatablishment of opinion with regard (o novelly, inventive slep or industrial applicsbility
v E Lack of unity of invention
E Reasoned sistement with regard 1o novelly, inventive siep or industrial epplicability;
citations and explanstions supporting such sialement
Vi m Certsin documents cited
v @ Cestain defocts in tis internationsl epplication
VIl [x] Certsin observations oa the intermationsl application

3. The applicam ie bereby iaviced o reply to this opinios.
Vhea? wmmmmmww&mwmw
Soliosi-tS-Great-eareiheasiony

How? By whamiting e wrilien secompanied, where epproprials, by emendments, eccordiag o Ruls 66.3.
mmmumuﬁ"ﬁumm nalluh:ﬁsludﬂw

hlag For en additions! opporamity o swhamil emendments, sep Ruls 66.4.
qu.mm:mummw«w ses Rulo 66.4 bis.
For sa informel communicstion with the examines, ses Ruls 66.0.

lfmm-m.mmmqmmmmumemmamm.

4. The final dets by which the intervational proliminary
mmq:mmbombwmwMGOZU 03 OCTOBER 1993

Nagne end meiling sddress of the PEA/US Auhorized officer
Coamimicnse of Paenis end Trdonsbs
PAT EXAMINER

Bex BCT
. Weshiagten, D.C. 20231
Fecsiemile Mo, NOT APPLICABLE Telephons No.  (703) 305-0000

Porm PCT/IPEA/AE (first shostyuly 1952)0
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: International spplication No.
WRITTEN OPINION

PCTRISS2/93959

L Basis of the opinion

1. This opinioa has been drawn on the basis of:
D the international application as originally filed.

the description, pages 1-:20 | as originally filed.
peges none | filed with the demand.
peges _ ... filed with the letter of

E the claims, pages 21.23-2¢ 45 originally filed.
pages fone s amended under Article 19.
peges 22 filed with the demand.
pages ______, filed with the letter of

[X] the drawings, sheecsifig i3, us originally filed.
. sheetséfig none  , filed with the demand.
shestsifig ., filed with tbe lettsr of

2. The smendments heve resulied in the cancellstion of: pages: _hone .
sheets of drawingeiigures-bler; 0008 . -

3. D This opision bas been esteblished es if (some of) the amendments bad 6ot besn mede, sincs they have been
cousidered to go beyond the disclosure as filed, ss indicated in the Supplemsstal-Benr: Additicas!
chasevations below.

4. Additional obssevetions, if pecessary:

. Prissity
1 D Wummmmmmwuammmhummmmmm

L] copy of s eastier application whoss priovity s bess claimed.
D Gramalation of the esrlise application whose priosity bes beem claimed,

y This opinion has besa established s if 8o priority bed besn claimed dus to the fact that the priority claim
U hes been fouad invelid.

Thus for the parpons of Guis opinics, Gs interaations] Gling due indicated ebove is considered © bs e relovant das.

Form PCTMPEA/GOE (sooond shest) (Suly (990}
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_ International application No.
WRITTEN OPINION: PCTIUS92/99999

[fl. Nos-establishment of opinion with regard to novelty, inventive step and industrial applicabilicy

industrially applicable bave oot been and will not be examined in respect of:
D the entire international application.
[(x] claims Nos. 5.6

because: -
E not require interastional preliminary exsmination (specify).

Clsirn 6 is directed o en sigorithm for computing the deviation from & planned course.

@ the description, cleims or drawings (indicsts pasticular elesmsis below) or said claims Nos. § are so
uaclesr thet no wmeaningful opinioa could be formed (specify).

Claien § is an improper mulipls dependent claim since & depends ca encther mukiple dependent claim.

O

the claims, o eaid clsims Nos. are w0 insdequately supportad by (e descriptics thet 8o meeningful
opinion could be formad.

80 internations] search repost has beea established for said claims Nos. 5.6.

The question whether the claimed invention appears to be novel, to involve @ inventive step (to be noa-obvious), or o be

the said following application, or the said claim Nos. § relate to the following subject matter which does

Form PCTPEA/AIE (third chent) (Suly 1992)e
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Internations! applicstion No.

WRITTEN OPINION .
PCT/USSV9999%

IV. Lack of unity of invention

1. In response to the invitation (Form PCT/IPEA/405) to restrict or pay additional fees the applicant has:
D restricted the claims. (See Supplemental Sheet)
@ paid additional fees.
D peid additional fees under protest.
D peither restricted nor peid sdditionsl fees. -

2. This Authority found that the requirement of uaity of inventioa is not complied with for the following ressons and
chose, according to Rule 68.1 not to invite the applicant to restrict or pay sdditional fees:

3. Coussquently, the following parts of the international spplication were the subject of international preliminary
ination ia establishing this opision:
E i pasts.
[[] the pests relating to claims Nos.

Porm PCT/IPEA/408 (fourth cheat) (Suly 1992)e
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| International application Ne.
PCTIUS92/99999

WRITTEN OPINION

V. Ressoned statement under Article 35(2) with regerd to novelty, inventive step or industrial applicability;
. citations and explanations supporting such statement

1. STATEMENT

Novelty () Cleims 34 and 7-12 YES
Claims 1-2 NO
Inventive Step (IS) - Claims 7-12 YES
Claims 14 NO
Industrisl Applicability (IA) Claims 14, 7-12 YES
Claims none NO

2. CITATIONS AND EXPLANATIONS
Claim 1 lacks novelty under PCT Asticle 33(2) ag being enticipated by the patent to SAYE. See column ¢4, lines 3-27 in which
the specific gear arrangement claimed is described.

Claim 2 lacks novelly under PCT Article 33(2) a3 being anticipated by the patent to KNOOS. See figure 1 which shows an
adjustable wind vane as claimed.

Claims 3 end 4 lack an inventive step under PCT Anticle 33(3) as being obvious over SAYE in view of JONES. To mount the
gear srrengement of SAYE i o position forward of the keel g8 taught by JONES would not involve an inveative step since
JONES provides & teaching thet cae cauld mount the device either forward or 1o the reer of ths keel.

Claims 3-4 have novelty undse PCT Artisls 33(2) beceuse noae of the references-of record izach mounting the gear arran
forward of the keel. .

Claims 1-4, 7-12 have industrial spplicability under PCT Asticls 33(4) becauss the subject matier claimed can be made or used
in industry.

Claims 7-12 meet the criteria of PCT Anticle 33(2-3) because a compass that includes an sudio end visual elarm thet describes
the devistion from s prescribed course is oot shown by the prior ast.

NEW CITATION

U8, A, 4,366,767 (KNOOS) 04 Jaouary 1983,
figues 1.

Form PCTMPEA/408 (fifth dheet) July 1992)e
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International application No.

WRITTEN OPINION PCTIUS |
VI. Certain decuments cited
1. Certain published documents
Application No. Publication Date Filing Date Priority date (valid claim)
“Patent No. (day/monthfyear) (day/month/year) _ (day/month/year)
us, A, 5,191,341 02 March 1993 30 November 01 December
) 1988 1987
2. Noa-written disclosures
Date of written disclosure
Kind of noa-written disclomuwre Date of non-writien disclosure refesring o nog-writes disclosuwe
(day/month/year) (day/monthiyear)

- Form PCT/IPEA/408 (sixth sheet) (July 1992)¢

Rev. 15, Aug. 1993 1800 T2
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Internations] application Mo.

WRITTEN OPINION -
BPCT/US9/99999

VII. Certain defects in the international application

The following defects in the form or contents of the internstional application bave been noted:

Page §, line 8, “victor" should be “vector”.

In figure 2 of the drawings, the lead line for reference numersl 6 should be directed to the tiller rather than the boom.

Form PCT/IPEA/G08 (seventh shent) (July 1992)

1800-73
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{nternational application No,

WRITTEN OPINION
PCTIUSS2/99999

VII. Certain obeervations on the internationsl application

The following obeervations o the clasity of the claims, description, end drawings or oa the question whether the claims are
fully supported by the deecription, are made:
Claim 3 is objected to as being indefinite under PCT Article 6 for lack of clarity. There iz no antecedent basis for “ssid
metering rod” in line 8.

Foras PCTAPEA/LGE (cighth sheet) (July 1992}

-
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\ o , international application No.
WRITTEN OPINION
: PCTIUS92/99999

Supplemental Box . .
(To be used whea the space in any of Boxes [ to VIII is not sufficieat)

Continuation of Box [No.}: [ - VI ~ Sheet 9

The time limit set for response to & Written Opinion may not be extended. 37 CFR 1.484(d). Any response received after the

expiration of the time limit se¢ in the Written Opinion may aot be considered in preparing the Internstions! Preliminary
Examinstion Report. )

V. LACK OF UNITY OF INVENTION
Group {. Clsims 1-4, drawa  a ssilboal self-steering gear classified in class 114, subclaes 144C.

Group II. Clsims 7-12, drawn W & compass with an slarm (o indicate devistion from & planned course classified in class
348, subclass 987.

The invention of group I describes & gear astangement that controls the rudder whils the invention of group 1 describes
circuityy which determines devistion from a planned courte and activaies en alarm dependent oa the deviation. The two
inventions do not share & common opesial technical feature since group [ is directed o & mechanical gear arrengement and
group 1l is cnly directed W circuilry.

Form PCT/IPEA/408 (supplementnl sihest) (July 1990)e
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7 18.35 Name and telephone number of examiner to be contacted
Any inquiry concerning this communication should be di-
rected to examiner [1] at telephone number 703-[2].

EXAMINER NOTE:

1. This paragraph should be inserted in the “INVITATION", Item
V1I of all Written Opinions.

2.Inbracket [1], the examiner to be contacted first is the examiner
who prepared the Written Opinion.

ITEM IV. LACK OF UNITY OF INVENTION

. Item IV of Form PCT/IPEA/408 should be used by the
examiner to notify applicant that lack of unity of invention has
been found.

If in response (o an invitation to restrict, applicant restricted
the claims to a particular group, check the first box under
subsection 1.

If applicant paid additional fees for examination of addi-
tional invention, check the second box under subsection 1.

If the additional fees were paid under protest, check the third
box under subsection 1. ‘

If applicant neither restricted nor paid additional fees in
response to the objection of lack of unity of invention, check the
fourth box under subsection 1.

Subsection 2. of Item IV is to be completed if the examiner
determines that unity of invention is lacking but chooses not to
invite the applicant to restrict or pay additional fees.

Subsection 3. of Item I'V is tobe completed to indicate which
claims were the subject of international preliminary examina-
tion.

If all claims are to be examined, check the first box under
subsection 3.

If only some of the claims were the subject of interational
preliminary examination, check the second box under subsec-
tion 3. and identify the claim numbers.

ITEM V. REASONED STATEMENT WITH REGARD
TO NOVELTY, INVENTIVE STEP AND INDUSTRIAL
APPLICABILITY OF CLAIMS

“~inltem V, theexaminer must list in summary form all claims
with regard to the criteria of novelty (N), inventive step (IS) and
industrial applicability (IA).

Item V is the main purpose of the Written Opinion, All
claims without fatal defects are treated on the merits in Item V
as to novelty, inventive step (non-obviousness) and industrial
applicability.

The treatment of claims in Item V is similar in format to an
Office actioninaregular U.S. national patent application except
that the words “rejection’ and “patentability” are never used in
a Written Opinion. On the international level, all Written
Opinions are non-binding and a patent does not issue; what does
issue is an International Preliminary Examination Report
(IPER), which is non-binding on the Elected States.

‘Examiner statements in Item V can be positive and/or
negative. If, for example, claims define over the prior arnt and
meet the test of novelty, inventive step (non-obviousness) and
industrial applicability, a statement equivalent to detailed rea-
sons for allowance in a corresponding U.S. application, indicat-
ing how the claims meet the tests of novelty, inventive step and

Rey. 15, Aug. 1993
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industrial applicability is sufficient. If on the other hand it is the
opinion of the examiner that some or all claims lack novelty,
inventive step and/or industrial applicability, specific reasons
for the opinion employing PCT form paragraphs, if appropriate,
must be given similar to those used in U.S. national applications
including a statement of motivation to combine references cited
regarding negative statements of inventive step.

Form paragraphs to be used by the examiners appear in the
relevant sections of this Manual. All examiners are expected to
use the PCT form paragraphs in formulating any negative
statements listed in Item V.

Examiners are encouraged to indicate any amendments
which applicant could present which would avoid a negative
statement in the International Preliminary Examination Report.

“All international applications where an examination has
been demanded should be searched by the examiner at least to
the point of bringing the previous search up to date. Prior ast
discovered in a re-search and applied in an Item V statement
must be made of record in Item V. Prior art already cited on the
International Search Report need not again be cited on the
Written Opinion or International Preliminary Examination Re-
port. The subsequently discovered prior art is to be cited in
compliance with PCT Rule 43.5 and Administrative Instruction
Section 503 using the same citation format used on the Interna-
tional Search Report.

§ 18.32 Claims that meet test of novelty, inventive step and
industrial applicability
Claim [1] meets the criteria set out in PCT Article 33(2)-(4).

EXAMINER NOTE:
1. This form paragraph is used in Item IV of form PCT/IPEA/408
to indicate those claims that define over the prior art.

ITEM VI. CERTAIN DOCUMENTS CITED

Item VI provides a convenient manner of listing two differ-
ent types of documents:

(1) published documents - by the application number or
patent number as well as the publication date, filing date and
priority date; and

(2) non-written disclosure - by the kind of disclosure, date of
the disclosure and the date of the writien disclosure referring to
the non-written disclosure.

ITEM VII. CERTAIN DEFECTS IN THE INTERNA-
TIONAL APPLICATION

In Item VII, defects in the form and content of the interna-
tional application are identified.
Examples of defects that would be listed in Item VII are:

1. Informalities such as misplaced and/or omitted drawing
numerals, misspelled words, grammatical errors, etc.

2. Anamendment to the drawings, description or claims not
filed with the Demand, unless it is an amendment to the claims
under PCT Axticle 19 which was timely filed with the Interna-
tional Bureau or in response to a Written Opinion.

3. Improper multiple-dependent claims (PCT Rule 6.4) if
not indicated under Item I1L.

4. Defects detected by the PCT International Division that
are ransmitied with the application to the examiner for inclu-
sion in Item VII.
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§ 18.31 Disclosure objected to, Minor informalities
The disclosure is objected to because of the following informali-
ties: [1]. Appropriate correction is requested.

EXAMINER NOTE:
1. This form paragraph is used in Item VII of Form PCT/IPEA/408

to point out minor informalities in the disclosure.

ITEM VIII. CERTAIN OBSERVATIONS ON THE
INTERNATIONAL APPLICATION

In Item VIII, the examiner notifies the applicant of observa-
tions made as to the clarity of the claims, the description, the
drawings or on the question whether the claims are fully
supporied by the description.

If the claims, the description or the drawings are so unclear,
or the claims are so inadequately supported by the description,
that no meaningful opinion can be formed on the question of
novelty, inventive step (non-obviousness) or industrial applica-
bility, the applicant is so informed in Item VIII (PCT Article
34(4)(a)(ii)). Reasons for the examiner’s opinion that the
claims, description and drawings, etc., lack clarity must also be
provided. ’

If the above situation is found to exist in certain claims only,
the provisions of PCT Article 34(4)(ii) shall apply to those
claims only.

If the lack of clarity of the claims, the description, or the
drawings is of such a nature that it is possible to form a
meaningful opinion on the claimed subject matter, then it is
required that the examiner consider the claims and render 2
Written Opinion on novelty, inventive step, and industrial
applicability in Item V of Form PCT/IPEA/408.

Since the claims of an international application are not
subject to a rejection on either art or indefiniteness consistent
with U.S. practice, observations by the examiner with regard to
clarity of the claims, the description and the drawings will be
treated in the form of an objection in the Written Opinion in Item
VIIL

TIME TO RESPOND

An invitation by the International Preliminary Examining
Authority (IPEA) toapplicant to reply to the examiner’s Written
Opinion will normally set a 2 moath time limit to respond.

The time may be as short as 1 month or as long as 3 months
dependent upon the time remaining before the International
Preliminary Examination Report is due.

AUTHORIZED OFFICER

Every Written Opinion must be signed by an examiner
having at least partial signatory authority.

The first document prepared by the examiner in most inter-
national applications during the international preliminary ex-
amination proceedings will be the Written Opinion. Normally
- only in those international applications where all the formal
matters are proper and the claims are directed to inventions
_which bave novelty, inventive step and industrial applicability
“will an International Preliminary Examination Report be estab-
_lished without a Written Opinion having been issued first.

1800 - 77
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1878.01(a) Prior Art under Chapter II [R-15]

PCT Article 33
The International Preliminary Examination

dukkg

(6) The international preliminary examination shall take into
consideration all the documents cited in the international search report.
It may take into consideration any additional documents considered to
be relevant in the particular case.

PCT Rule 64
Prior Art for International Preliminary Examination

64.1 Prior Art
(a) For the purposes of Article 33(2) and (3), everything made
available to the public anywhere in the world by means of written
disclosure (including drawings and other illustrations) shail be consid-
ered prior art provided that such making available occurred prior to the
relevant date.
(b) For the purposes of paragraph (a), the relevant date will be:
(i) subject to item (ii), the international filing date of the intema-
tional application under international preliminary examination;
(ii) where the international application under international pre-
liminary examination validly claims the priority of an earlier applica-
tion, the filing date of such earlier application.

64.2 Non-Written Disclosures
In cases where the making available to the public occurred By -

means of an oral disclosure, use, exhibition or other non-written means
(“‘non-written disclosure”) before the relevant date as defined in Rule
64.1(b) and the date of such non-written disclosure is indicated in a
written disclosure which has been made available to the publicon adate
which is the same as, or later than, the relevant date, the non-written
disclosure shall not be considered part of the prior art for the purposes
of Article 33(2) and (3). Nevertheless, the international preliminary
examinationreport shall call attention to such non-written disclosure in
the manner provided for in Rule 70.9.

64.3 Ceriain Published Documents

In cases where any application or any patent which would consti-
tute prior art for the purposes of Article 33(2) and (3) had it been
published prior to the relevant date referred to in Rule 64.1 was
published on a date which is the same as, or later than,the relevant date
but was filed earlier than the relevant date or claimed the priority of an
earlier application which had been filed prior to the relevant date, such
published application or patent shall not be considered part of the prior
art for the purposes of Article 33(2) and (3). Nevertheless, the interna-

tional preliminary examination report shall call attention to such

application or patent in the manner provided for in Rule 70.10.

The relevant date for the purpose of considering prior art is
defined in PCT Rule 64.1(b) as the international filing date or,
where the international application contains a valid claim for
priority, that date of priority.

In cases where any application or any patent which would
constitute prior art for the purpose of international preliminary
examination as to novelty and inventive step (non-obviousness)
was published on or after the relevant date of the international
application under consideration but was filed earlier than the
relevant date or claimed the priority of an earlier application
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which was filed prior to the relevant date, the published appli-
* cation or patentis not to be considered part of the prior art for the
purpose of intemational preliminary examination as to novelty
and inventive step. Nevertheless, these documents are to be
listed on Form PCT/IPEA/409 under the heading “CERTAIN
PUBLISHED DOCUMENTS".

In determining whether there is inventive siep, account
should be taken of what the applicant acknowledges in bis/her
description as known. Such acknowledged prior art should be
regarded as correct and used during preliminary examination
where appropriate.

For oral or non-written disclosure, see PCT Rules 64.2 and
70.9.

1878.01(a)(1) Novelty under Chapter II [R-15]

Novelty is defined in PCT Article 33(2).

PCT Article 33
The International Preliminary Examination
T .
2) For the purposes of the international preliminary examination,
a claimed invention shall be considered novel if it is not anticipated by
the prior art as defined in the Regulations.
BREEE
§18.21 Novelty
Claim [ 1] lack(s) novelty under PCT Article 33(2) as being [2] by
{31

EXAMINER NOTE:

1. This form paragraph is the equivalent of a 35 U.S.C. 102
rejection.

2.Inbracket[2), insert “clearly anticipated”, or insert “anticipated”
and add an explanation at the end of the paragraph.

3. In bracket [3), insert the prior art relied upon.

1878.01(a)(2) [Inven]ﬁve Step under Chapter I1

Inventive step is defined in PCT Article 33(3)
o PCT Ariicle 33
The International Preliminary Examination
E 2223
(3) For purposes of the international preliminary examination, 2
claimed invention shall be considered to involve an inventive step if,
having regazd to the prior art as defined in the Regulations, it is not, at
the prescribed relevant date, obvious (o a person skilled in the ast.

L2201

PCT Rule 65
Invensive Step or Non-Obviousness

65.1 Approach to Prior Art

For the purposes of Asticle 33(3), the international preliminary
examination shall take into consideration the relation of any particular
claim to the prior art as a whole. It shall take into consideration the
claim’s relation not only to individual documents or parts thereof taken
separately but aleo its relation to combinations of such documents or
parts of documents, where such combinations ere obvious (o & person
skilfed in the art.

-
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65.2 Relevane Date

For the purposes of Article 33(3), the relevant date for the consid-
eration of inventive step (non-obviousness) is the date prescribed in
Rule 64.1.

§18.22 Inventive Step (obviousness)
Claim [1) lack(s) an inventive step under PCT Article 33(3) as
being obvious over [2].

EXAMINER NOTE:

1. This form paragraph is used when the claim(s) are rendered
obvious in view of the prior art.

2. In bracket [2], insert the prior art relied upon and explain how it
is applied to the claimed subject matter. If the prior art applied is a
combination of references, explain how they are obviously combined
to show lack of an inventive step.

¥ 18.23 Inventive Step (obviousness), further explanation

Claim [1) lacks an inventive step under PCT Asticle 33(3) as
obvious over [2] in view of [3] as applied in the above paragraph,
further in view of [4].

EXAMINER NOTE:
1. See the EXAMINER NOTE in paragraph 18.22 above.
2. This paragraph must be preceded by form paragraph 18.22.

1878.01(a)(3) Industrial Applicability under
Chapter II [R-15] -

Industrial applicability is defined in PCT Article 33(4).

PCT Article 33
The International Preliminary Examination
LE 2

(4) For the purposes of the international preliminary examination,
& claimed invention shall be considered industrially applicable if,
according to its nature, it can be made or used (in the technological
sense) in any kind of industry. “Industry” shall be understood in its
broadest sense, as in the Paris Convention for the Protection of
Industrial Property.

p2 22 2]

§ 18.24 Industrial applicability
Claim [ 1] lack(s) industrial applicability as defined by PCT Article
33(4).[2)

EXAMINER NOTE:

1. This form persgraph is used when the claim(s) define an
invention that cannot be made or used (in the technological sense) in
any kind of industry.

2. In bracket [2], identify the appropriate basis for stating that the
claims lack industrial applicebility.

1878.02 Response to the Written Opinion [R-15)

PCT Aricle 34
Procedure before the International Preliminary Exammmg
Authority

b2 28]

(2)(a) The applicant shall have aright to communicate orally and
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in writing with the International Preliminary Examining Authority.
(b) The applicant shall have a right to amend the cleims, the

description, and the drawings, in the prescribed manner and within the

prescribed time limit, before the international preliminary examination
report is established. The amendment shall not go beyond the disclo-
sure in the international application as filed.

BRBRE

(d) The applicant may respond to the written opinion.

RRBEE

PCT Rule 66
Procedure before the International Preliminary Examining
Authority
P
66.3 Formal Response to the International Preliminary Examining -
Authority
(2) The applicant may respond to the invitation referred to in Rule
66.2(c) of the International Preliminary Examining Authority by
making amendments or — if he disagrees with the opinion of that
Anthority - by submitting arguments, as the case may be, or do both.
(b) Any response shall be submitted directly to the International
Preliminary Examining Authority.
ShEEE
66.5 Amendment
Any change, other than the rectification of obvious ermors, in the
claims, the description, or the drawings, including cancellation of
claims, omission of passages in the description, or omission of certain
drawings, shall be considered an amendment.

66.6 Informal Communications with the Applicant

The International Preliminary Examining Authority may, at any
time, communicate informally, over the telephone, in writing, or
through personal interviews, with the applicant. The said Authority
shall, at its discretion, decide whether it wishes to grant more than one
personal interview if so requested by the applicant, or whether it wishes
to reply to any informal written communication from the applicant.

HEBEl

66.8 Form of Amendments

(2) The applicant shall be required to submit a replacement sheet
for every sheet of the international application which, on account of an
amendment, differs from the sheet previously filed. The letter accom-
panying the replacement sheets shall draw aitention to the differences
between the replaced sheets and the replacement sheets. Where the
amendment consists in the deletion of passages or in minor alterations
or additions, it may be made on a copy of the relevant sheet of the
international application, provided that the clarity and directreproduc-
ibility of that sheet are not adversely affected. To the extent that any
amendment results in the cancellation of an entire sheet, that amend-
ment ghall be communicated in a letter.

(b) [Deleted]

66.9 Language of Amendments

() Subject to paragraphs (b) and (c), if the international application
has been filed in a language otber than the language in which it is
published, any amendment, as well as any letter referred to in Rule
66.8(a), shall be submitted in the language of publication.

(b) If the international preliminary examination is carried out,
pursuant to Rule 55.2, on the basis of a translation of the international
application, any amendment, as well as any letter referred to in
paragraph (a), shall be submitted in the language of that translation.

1800-79
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{c) Subject to Rule 55.3, if an amendment or letter is not submitied
in a language as required under paragraphs (a) or (b), the International
Preliminary Examining Authority shall, if practicable having regard to
the time limit for establishing the international preliminary report,
invite the applicant to furnish the amendment or letter in the required
language within & time limit which shall be reasonable under the
circumstances.

(d) If the applicant fails to comply, within the time limit under
paragraph (c), with the invitation to furnish an amendment in the
required language, the amendment shall not be taken into account for
the purposes of the international preliminary examination. If the
applicant fails to comply, within the time limit under paragraph (c),
with the invitation to furnish a letter referred to in paragraph (a) in the
required language, the amendment concerned need not be taken into

account for the purposes of the international preliminary examination.

37 CFR 1.485 Amendmenss by applicant during international
preliminary examination.

(a) The applicant may make amendments at the time of filing of the
Demand and within the time limit set by the International Preliminary
Examining Authority for response to any notification under
§ 1.484(b) or to any written opinion. Any such amendments must:

(1) Be made by submitting a replacement sheet for each sheet of
the application which differs from the sheet it replaces unless an entire
sbeet is cancelled, and

{(2) Include a description of how the replacement sheet differs
from the replaced sheet.

(b) If an amendment cancels an entire sheet of the international
application, that amendment shall be communicated in a letter,

[Amended, 58 FR 4335, Jan. 14, 1993, effective May 1, 1993]

All amendments in response to a Written Opinion must be
received within the time limit set for response in order to be
assured of consideration in the International Preliminary Ex-
amination Report. Amendments filed at or before expiration of
the period for response will be considered. Since the examiner
will begin to draw up the final report rather prompily after the
time period expires, amendments filed after expiration of the
response period may not be considered. In view of the short time
period for completion of preliminary examination, applicants
are strongly encouraged to file any amendments promptly. 37
CFR 1.484(d) does not allow for extensions of time to respond
to a Written Opinion. The policy of not allowing extensions of
time is to ensuse that the USPTO can meet its treaty deadline for
transmission of the final report.

Any change, other than the rectification of obvious erors in
the claims, the description, or the drawings, including the
cancellation of claims, omission of passages in the description
or omission of certain drawings, will be considered an amend-

“ment (PCT Rule 66.5). The Patent and Trademark Office when

acting as the International Preliminary Examining Authority
will not accept any non-English applications or amendments.

Any amendments to the claims, the description and the
drawings in response to a Written Opinion must (1) be made by
submitting areplacement sheet for every sheetof the application
which differs from the sheet it replaces unless an entire sheet is
cancelied and (2) include a description of how the replacement
sheet differs from the replaced sheet in accordance with PCT
Rule 66.8.

In the particular case where the amendement cancels claims,
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passages in the description or certain drawings resulting in the
cancelation of an entire sheet, the amendment must be submit-
ted in the form of a letter cancelling the sheet (PCT Rule
66.8(a)). -

Replacement sheets must be in typed form.

Any paper submitted by the applicant, if not in the form of
aletter, must be accompanied by a letter signed by the applicant
or agent (PCT Rule 92.1).

The examiner should make sure that amendments filed in
accordance with the PCT, which are necessary to correct any
deficiencies notified to the applicant, do not go beyond the
disclosure of the international application as filed, thus violating
PCT Article 34(2)(b). In other words, no amendment should
contain matter that cannot be substantiated by the application as
originally filed. In a situation where new matter is introduced by
amendment in response to a Written Opinion, the International
Preliminary Examination Report will be established as if the
amendment had not been made, and the report should so
indicate. It shall also indicate the reasons why the amendment
goes beyond the disclosure (PCT Rule 70.2(c)).

INTERVIEWS

The examiner or applicant may, during the time limit for
response to the Written Opinion, request a telephone or personal
interview. Only one interview is a matter of right, whether by
telephone orin person. Additional interviews may be authorized
by the examiner in a particular international application where
such additional interview may be helpful to advance the inter-
national preliminary examination procedure.

Allinterviews of substance must be made of record by using
USPTO Form PTOL-413, Interview Summary Form.

When an interview is arranged, whether by telephone or in
writing, and whether by the examiner or by the applicant, the
matters for discussion should be stated.

Therecords of interviews or telephone conversations should
indicate, where appropriate, whether a response is due from the
applicant or agent or whether the examiner wishes to issue an
additional written opinion or establish the International Prelimi-
nary Examination Report.

If the applicant desires to respond to the Written Opinion,
such response must be filed within the time limit set for response
in order to assure consideration. No extensions to the time limit
will be considered or granted. If no timely response is received
from the applicant, the International Preliminary Examination
Report will be established by the examiner, treating each claim
substantially as it was treated in the Written Opinion. Responses
to the Written Opinion which are not filed within the time limit
set but which reach the examiner before the examiner takes up
the application for preparation of the final report may be
considered. Thus, only timely responses can be assured of
consideration.

The applicant may respond to the invitation referred to in
Rule 66.2(c) by making amendments or, if the applicant dis-
agrees with the opinion of the authority, by submitting argu-
ments, as the case may be, or both (PCT Rule 66.3).

The United States rules pertaining to international prelimi-
nary examination of international applications do not provide
for a second Writien Opinion or any extension of time to
respond to a first Written Opinion.

If applicant does not respond to the Written Opinion, the
Interndtional Preliminary Examination Report will be prepared
in time for forwarding to the Intemational Division in finished
Rev. 15, Aug. 1993

MANUAL OF PATENT EXAMINING PROCEDURE

form by 27 months from the priority date.

1879 Preparation of the International
Preliminary Examination Report [R-15]

PCT Article 35
The International Preliminary Examinasion Report

(1) The international preliminary examination report shall be
established within the prescribed time limit and in the prescribed form.

(2) The international preliminary examination report shall not
contain any statement on the question whether the claimed invention is
or seems to be patentable or unpatentable according to any national law.
It shall state, subject to the provisions of paragraph (3), in relation to
each claim, whether the claim appears to satisfy the criteria of novelty,
inventive step (non-obviousness), and industrial applicability, as de-
fined for the purposes of the internationat preliminary examination in
Article 33(1) to (4). The statement shall be accompanied by the citation
of the documents believed to support the stated conclusion with such
explanations as the circumstances of the case may require. The state-
ment shall also be accompanied by such other observations as the
Regulations provide for.

(3)(a) If, at the time of establishing the international preliminary
examination report, the International Preliminary Examining Author-
ity considers that any of the situations referred to in Article 34(4)Xa)
exists, that report shall state this opinion and the reasons therefor. It
shall not contain any statement as provided in paragraph (2).

(b) If a situation under Article 34(4)b) is found to exist, the
international preliminary examination report shall, in relation to the
claims in question, contain the statement as provided in subparagraph
(a), whereas, in relation to the other claims, it shall contain the
statement as provided in paragraph (2).

Administrative Instructions Section 604
Guidelines for Explanations Contained in the International
Preliminary Examination Report

(a2)Explanations under Rule 70.8 shall clearly point out to which of
the three criteria of novelty, inventive step (non-obviousness) and
industrial applicability referred to in Article 35(2), taken separately,
any cited document is applicable and shall clearly describe, with
reference to the cited documents, the reasons supporting the conclusion
that any of the said criteria is or is not satisfied.

(b)Explanations under Article 35(2)shall be concise and preferably
in the form of short sentences.

After examination of the international application, if there
are no negative statements and/or negative comments for Form
PCT/IPEA/408, then the only statement that will issue from the
Intemnational Preliminary Examining Authority will be the
International Preliminary Examination Report (IPER).

The International Preliminary Examination Report is estab-
lished on Form PCT/IPEA/409.

The International Preliminary Examination Report must be
established within 28 months from the priority date if the
Demand was filed prior to the expiration of 19 months from the
priority date, otherwise, the time limit is 9 months from the start
of the international preliminary examination. To meet this 28
month date for establishing the report, Office practice is to
complete internal processing by 27 months from the priority
date in order to provide adequate time for reviewing, final
processing and mailing. Thus, under normal circumstances, ihe
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‘me the
INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

T S STATE STREET PCT

BOSTON MA 02110

NOTIFICATION OF TRANSMITTAL OF
INTERNATIONAL PRELIMINARY
EXAMINATION REPORT

(PCT Rule 71.1)

- Date of Mailing
(daymonth/year)

Applicant’s or egent's file reference
IMPORTANT NOTIFICATION

CMC-123-PCT

International application No. Internationsl filing date (day/monthiyear) Priority Date (day/monthiyear)
PCTUS92/99999 11 MAY 1992 03 JUNE 1991

Applicant

* COLUMBIA MARINE CORPORATION

1. The spplicant is hereby notified that this International Preliminary Examining Authority transmits berewith the
international preliminsry examinstion report and its annexes, if any, established oa the internaticns! application,

2. A copy of the report and ite eanexes, if any, is being transmitied to the International Burean for communication
to all the elected Offices.

3. Where required by any of the elected Offices, the International Busesu will prepare sa Englich translstion of
the report (but not of any sanexes) and will transmit such translation lo thoss Offices.

4. REMINDER
The spplicant must eater the nations! phase before each elected Office by performing certsin scts (filing
translstions end peying sstionsl fese) within 30 months from the priority date (or later in somwe Offices)(Article
39(1))(sze slso the remindee sent by the Internstionsl Bureau with Form PCT/IB/301).
Where e trussistion of the internsationsl spplication must be furnished to ea electad Offics, that translation must
contrin e trepsiation of say anneses W the isternstionsl preliminary examinstion repoet. [t is the applicant’s
responsibility to prepare ead furnish such traadlstion directly to each elected Office concerned.

For fusther details oa the spplicable time limits snd requirements of the elected Offices, ses Volume I of the

PCT Applicaat’s Guids.
Neme end mailing eddress of the IPRA/ Auhorized officer
ommiouar of Puta cad Tradomerts PAT EXAMINER
Weshingion, D.C. 20231
Pacsimils No, NOT APPLICABLE Telephone Me. (703) 305-0000

Form PCTPRA/G16 (July 1992)w
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PCT

INTERNATIONAL PRELIMINARY EXAMINATION REPORT

(PCT Article 36 and Rule 7¢)

Applicant's or agent’s file relference
FOR FURTHER ACTION Se¢ Notification of Transmiusl of International
CMC-123-PCT Preliminery Examination Report (Form PCT/IPEA/416)
international spplication No. [nternational filing date (day/month/year) Priority date (day/month/year)
- PCTUS92/99999 11 MAY 1992 03 JUNE 1991

Internstionsal Patent Classification (IPC) or nuuonal classificetion and 1PC
IPC (5): B63H 25/02, 25/04
U.S. CL.: 114/144C: 340/987
Applicant
COLUMBIA MARINE CORPORATION

1. This international preliminery examination report has bees prepared by this Internstionsl Preliminery
Ezamining Authority and is transmitted to the epplicant sccording to Asticle 36.

2.  This REPORT coasists of & total of . shests.

D This report is elso sccompenied by ANNEXES, i.e., sheets of tie description, claims snd/or drewings ammended
during internationsl preliminary examinstioa and/or contuining rectifications made before this Authority.

These annexes coasist of a total of €2 sheets.

3. This report contains indicaticns relating to the following items:
I E Basis of the opinion
11 D Priority
M [x] Noa-establishment of opinion with regard to govelty, inveative step or industrial applicability
IV [x] Lk of unity of inveation

v Ressooed statement with re to sovelty, inveative or industrial spplicability;
B] citstions and explanations w‘;:;ming suc::y statement e o

vi m Certain documents cited
. VI %] Cestain defects in the internstional spplication
Vi @ Cestain obseevations on the international epplication

Duts of submission of the demand Date of complation of this repont
@3 CCTOBER [992 28 JUNE 1993
Neme and mailing address of the [PEAS Authorized officer
g::-f‘él'du of Petonte wad Tredemorks
Washisgiss, D.C. 2021 PAT EXAMINER
’ Pecsimile No. KOT APPLICABLE Telephoae Ne.  (703) 305-0000

Form PCT/APEA/09 (fient shess)(July 1992}

Hev. 15, Aug. 1993 1800 - 82
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International applicauon No.

PCT/US92/99999

L. Basis of the report

1. This report has been drawn o the basis of:
D the internstionsl applicetion as originslly filed.

peges
peges

sheetséfig
sheetséfig

2. The snundments have resulted ip the cancellstion of pages: pone

the description, pages (See Atisched) | as originslly filed.
pages , filed with the demand.
peges » filed with the letter of
pages = o filed with the letter of

the clsims,  pages (See Atached)  , as originally filed.
peges ..o o 49 amended under Asticle 19,
peges _._... ., filed with the demand.
, filed with the letter of
, filed with the letter of

sheeisifig . filed with the letter of

E the drawings, sheets/ig (See Attached)  , as originally filed.
» filed with the demand.
» filed with the letise of

chessvations below.

4. Additionsl chesrvetioas, if necesssry:
Claims 1 and 2 were canceled ia the lotier Gled 15 Apeil 1993,

sheots of drawingsifigusee-Nev: fooe

3. D This report hes been established es if (soms of) the amendments had not been made, since they have been
considered o go beyond the disclosure %6 filed, s indiceted in the Supplemental-Ben: Additions!

0. Priecity

1[_'_'_| whbmuabhﬂd-:fmmuyhdhau&mﬁduwhﬁﬂwwﬁwdmmm
(] comy of dse enstior epplisation whose priority hus been claimad.
[[] tramslation of the eaclier spplication whose priocity has been claimed.

z[_j mmummwmfmmmuncmwauummummmm

MhhmdmmhMthm-Wbbbmqm

Form PCT/IFEA/4OD (sscond shest) (fuly 199D
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Internatioasl application Ne.
INTERNATIONAL PRELIMINARY EXAMINATION REPORT PCTIUSY2/99999

Oi. Non-establishenent of opinion with regard to navelty, invnetive step and industrial applicability

The question whether the claimed inivention appears t0 be novel, to involve an inventve step (to be non~obv10us). or (o be
industrially applicable have not been and will not be exarmuned in respect of:

D the entire international application.
E claims Nos. 3,6
because:

- :

the said follc_:»wmg spplication, or the said claim Nos. § relate to the following subject matter which does
Claim 6 is directed to an elgorithm for computing devistion from & planned course

aot require international preliminary examination (specify)

[

the description, clsims or drawings (indicate particular elements below) or ssid claime Noe. § are w0
Claim § is en improper multipls dependant claim since & depends from encther muktiple dependens claim

upclear that no meeningful opinion could be formed (specify).

the claims, or aid cleims Nos. are so insdequately supported by the description that 8o mesningful
opinion°could be formed.

E 00 internetional search report has been estsblished for said claims Nos. 5.6

Form PCTPEASOD (third shest) (July 1992)e

-

Rev. 15, Aug. 1993 1800 - 84



PATENT COOPERATION TREATY . 18719

Internstional sppiication No.

TNTERNAT!ONAL PREUMNARY EXAMINATION REPORT
. - PCTUS92/9999%

IV. Lack of unity of invention

1. In response to the invitation to restrict or pay additional fees the applicent has:
D restricted the claims. (See Supplemental Sheet)
E] paid additional fees.

[(] paid additional fees under protest.
D neither restricted nor peid sdditionsl fees.

2. This Authority found that the requirement of unity of inventioa is sot complied with and choss, according to Rule
68.1 not to invite the spplicant to restrict or pey additicaal fees, for the following ressoas:

3. Consequently, the following perts of the intemational epplication were the subject of international preliminary
minetion i establishing this

D &l paste.
[X] the perts relating o claims Nos. 3:4a0d 7:14.

Form PCT/IPLA/OD (fousth sheat) (July 1992w
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Internationa) spplication No.

INTERNATIONAL PRELIMINARY EXAMINATION REPORT L
o . PCTNIS92999%8

V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

1. STATEMENT

Novelty (N) Claims 3-4 and 7-14 ‘ ' YES
Claims none : NO

Inveative Step (IS) Claims 7-12 YES
Claims 3,4,13 end 14 NO

Industrial Applicability (1A) Claims 3-4 and 7-14 YES
Claims none NO

2. CITATIONS AND EXPLANATIONS

Claims 3 and 4 lack an inventive step under PCT Anticle 33(3) a8 being obvious over SAYE in view of JONES. SAYE describes
in column 4 lines 3-27 the specific gear srrangement claimed. To mount the gear asrungement of SAYE in & position forward
of the keel as taught by JONES would not involve an inveative sep since JONES provides a teaching that one could mount the
device either forward or 1o the rear of the keel.

Claims 13 and 14 lack en inventive step under PCT Asticle 33(3) as being obvious over SAYE in view of ROBINSON. SAYE
describes in columa 4, lines 3-47 the epecific gear srmngement claimed o control the forward rudder. To control the forward
rudder of SAYE with & wind vane locsied & the oppoeile end of the sailboet a8 in ROBINSON would not involve an inventive
step since ROBINSON teaches in column $, lines 3-10 thet & is well known 5 uge wind vanes o conirol vessels with a forward
ruddee.

Claims 3-4 snd 13-14 have sovelty uader BCT Anticle 33(2) becauss noas of the references of record teach mouming the gear
arrangement foraurd of the keel (claims 3-4) or wasch comtrol of e forward ruddes with & wind vape (claims 13-14).

Claizms 7-12 mest the criteria of PCT Asticle 33(2-3) becauss ¢ compeass that includes both en sudio aad visual alarim which
describes the devistion from & preseribed cousve is not shown by the price ant.

Claims 3-4 and 7-14 have industrisl spplicability under PCT Anticle 33(4) becauss the subject matter claimed can be made or
used in industey.

NEW CITATION

US, A, 4,366,767 (KNOOS) 04 January 1963, (04.01.83)
figusel.

= US, A, 1,846,458 (ROBINSON) 23 February 1932,
(23.02.32), Gigures 2 aad 4.

. Form PCT/IPEA/&0D (66h shest) (July 1992)
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INTERNATIONAL PRELIMINARY EXAMINATION REPORT -
. . . PCT/US9U99999

VL. Certain documents cited

L. Certain published documents

Applicatioa No. Publication Date Filing Date Priority date (valid claim)
Patent No. (dav/monthtyear) (day/month/year) (day/monshtyear)

us, a, 35,191,341 02 March 1993 30 November 01 December
1988 1987

2. WNogewrittea disclosures
Date of written ducd;h:m
Kind of soa-written disclosure Duts of non-written disclosure refesring to son-written disclosure
(day/month/yedr) (day/month/year)

Porm PCT/PRAJA09 (sih shem) (July 1992)e

1800-87 . : Rev. 15, Aug. 1993
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{NTERNATIONAL PRELIMINARY EXAMINATION REPORT

Inteenational application No.
PCT/US92/99999

VII. Certain defects in the international application

The following defects in the form or conteats of the wternatiopal application have besa aoted:

Page 5. line 4, "wing” should be "wind".

Porm PCT/IPRA/G0D (soventh chest) (July 1392}
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applicant receives the report, at the latest, 2 months before
national processing at the elected Offices may start. This en-
sures that he/she has time to consider whether, and in which
elected Offices, he/she wants to enter the national stage and to
take the necessary action.

The International Preliminary Examination Report con-
tains, among other things, a statement (in the form of simple
"yes" or "no"), in relation to each claim which has been exam-
ined, on whether the claim appears to satisfy the criteria of
novelty, inventive step (non-obviousness) and industrial appli-
cability. The statement is, where appropriate, accompanied by
the citation of relevant documents together with concise expla-
nations pointing out the criteria to which the cited documents are
applicable and giving reasons for the International Preliminary
Examining Authority's conclusions. Where applicable, the re-
port also includes remarks relating to the question of unity of
invention.

The International Preliminary Examination Report identi-
fies the basis on which it is established, that is, whether, and if
so, which amendments have been taken into account. Replace-
ment sheets containing amendments under Arsticle 19 and/or
Article 34 which have been taken into account are attached as
"annexes" to the International Preliminary Examination Report.
Amendments under Ariicle 19 which have been considered as
reversed by an amendment under Article 34 or which have been
superseded by later replacement sheets are not annexed to the
report; neither are the letters which accompany replacement
sheets.

The International Preliminary Examination Report may not
express a view on the patentability of the invention. Article
35(2) expressly states that "the intemational preliminary exami-
nation report shall not contain any statement on the question
whether the claimed invention is or seems to be patentable or
unpatentable according to any national law."

BASIS OF REPORT
The Intemnational Preliminary Examination Report will be

. establisbed on the basis of any amendments, rectifications,

priority and/or unity of invention holdings and shall answer the
questions concerning novelty, inventive step and industrial
applicability for each of the claims under examination.

In completing Form PCT/IPEA/409, the examiner should
first indicate any amendments and/or rectifications of obvious
errors taken into account in establishing the International Pre-
liminary Examination Report. The amendments and/or rectifi-
cations should be indicated by references to the dates on which
the amendments and/or rectifications were filed. Amendments
and/or rectifications filed but not taken into account in the
establishment of the report (e.g., an amendment not taken into
account because the amendment went beyond the disclosuse of
the international application as filed or a rectification that is not
considered to be merely a correction of an obvious error) ase
then indicated separately. The replacement sheets (but not
replacement sheets superseded by later replacement sheets) or
letters cancelling sheets under PCT Rule 66.8(a) are included as
an annex to the report.

The final report package when sent to the International

- Division for mailing must include copies of all amendments and
" rectifications entered and any cover letters to those amend-
- ments.

If the report is established as if the priority claim contained

1800 - 91
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in the Request of the international application had not been
made, it shall so indicate. This will occur in the event that the
applicant has failed to comply with the invitation to furnish
either (1) a copy of the earlier application whose priority has
been claimed, or (2) a translation of the earlier application, or
(3) where the priority claim has been found invalid (PCT Rule
17), or (4) where the priority claim has been withdrawn.

If the applicant has paid additional fees or has restricted the
claims in response to an invitation to do so or if the applicant has
failed to respond to the invitation to pay additional fees or
restrict the claims, the International Preliminary Examination
Report shall so indicate. The examiner should indicate whether:

(a) the claims have been restricted;

(b) additional fees have been paid without protest;
(c) additional fees have been paid by the applicant
under protest;

(d) the applicant has neither restricted the claims nor
paid additional fees;

(e) the examiner was of the opinion that the interna-
tional application did not comply with the requirement
of unity of invention but decided not to issue an
invitation to restrict the claims or pay additional fees.

In addition, if the examiner is examining less than all the
claims, the examiner must indicate which parts of the interna-
tional application were, and which parts were not, the subject of
international preliminary examination,

In the case where additional fees were paid under protest, the
text of the protest, together with the decision thereon, must be
annexed to the report by Intemational Division IPEA personnel -
if the applicant has so requested.

Where an indication has been given under item (e) above,
the examiner must also specify the reasons for which the
international application was not considered as complying with
the requirement of unity of invention.

NON-ESTABLISHMENT OF REPORT REGARDING
ALL OR PART OF THE APPLICATION ON
QUESTIONS OF NOVELTY, INVENTIVE STEP OR
INDUSTRIAL APPLICABILITY

Indications that a report has not been established on the
questions of novelty, inventive step or industrial applicability,
cither as to some claims or as to all claims, are given in item 11
on the Report. The examiner must specify that the report has not
been established because:

(a) the application relates to subject matter which does not
require international preliminary examination;

(b) the description, claims or drawings are so unclear thatno

‘meaningful opinion could be formed;

(c) the claims are so inadequately supported by the descrip-
tion that no meaningful opinion could be formed.

Where the report has not been established in relation to
certain claims only, the claims affected must be specified.

CLASSIFICATION OF SUBJECT MATTER

The classification of the subject matter shall be either (1) that
given by the International Searching Authority under PCT Rule
43.3, if the examiner agrees with such classification, or (2) shall
be that which the examiner considers to be correct, if the
examiner does not agree with that classification. Both the
International Patent Classification (IPC) and the U.S. classifica-

Rev. 15, Aug. 1993
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Imernauonal spplication No.

TION {INARY EXAMINATION REPO
INTERNATIONAL PRELIM j TION REPORT I

Vil. Cerisin observations on the international application

The following observaions on the clarity of the claims, description, and drawings or oa the question whetber the claims are

fully supported by the description, are made:

Claim 13 is objected to as being indefinite under PCT Article 6 for lack of clarity. There is no antecedent basis for “said wind

vane® in line 4.

flosm PCT/IPEA/409 (cighth shent) (July 1992

1800 - 89 B
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o R Internasional application No.
fNTERNATIONAL PRELIMINARY EXAMINATION REPORT '

PCT/US92/9999%

Supplementsl Box :
(Tgbeusedwbeuthzspaca in any of Boxea | to VIII is not sufficient)

Coatinuation of Box [No.]: [ - VI Sheet 9
[. BASIS OF REPORT .
This report has been drawn on the basis of the description,
Pages 1-4, 6-20, as originally filed.
Pages none, filed with the demand.
and sdditional smendments:
Pege 5, filed with the lezter of 15 April 1993

This report has been drawn on the basis of the clsims,
Pagee 21.23-24, as originally filed.
Peges none, as amended under Article 19.
Pages 22, filed with the demand.

and sdditionsl amendments:

pege 29, filed with the letier of 15 April 1993,

This report has been drawn on the basis of the drawings,
sheets | and 3, as originally filed.
sheets none, filed with the demand.

and sddiional emendments:

Sheat 2, filed with the letiee of 1S April 1993,

V. LACK OF UNITY OF INVENTION
Growp . Claims 3-4 and 13-14, drawa W & ssilboat self- steering gear classified in class 114, subclass 144C.

Group 1. Chm?-lz,dnmmlwwlbulhmtoMmdevmﬁonnphmdmmchmﬁedmchu
340, subelass 287.

The investion of group | describes 8 gear srrengement that controls the rudder while the iavention of group I describes
cireuitey which determines devistion from o planned course and activates ea alarm dependeat on the devistisn. The two
inveations do ot share & commoa special eohnical featuce since group | is dirested 1 & mechanical gear arvengement and
group U is cnly directsd W cireuitry.

Form PCT/IPEA/409 (supplossenisi chost) Uuly 1992)e
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tion should be given. This classification is placed on the first
sheet of the report. '

REASONED STATEMENT AS TO CLAIMS MEETING
CRITERIA OF NOVELTY, INVENTIVE STEP, AND
INDUSTRIAL APPLICABILITY AND CITATIONS AND
EXPLANATIONS SUPPORTING SUCH STATEMENT

The examiner must indicate whether each claim appears to
satisfy the criteria of novelty, inventive step (non-gbviousness)
and industrial applicability. The determination or statement
should be made on each of the three criteria taken separately.
The determination as to any criteria should be negative if the
¢riteria as to the particular claim is not satisfied. The examiner
should always cite documents believed to support any negative
determination as tp novelty and inventive step. Any negative
holding as to lack of industrial applicability must be fully
explained. See the discussion under MPEP § 1878, Item V. The
citation of documents should be in accordance with Administra-
tive Instruction Sections 503 and 61 1. The procedure is the same
as the procedure for search report citations.

Explanations should clearly indicate, with reference to the
cited documents, the reasons supporting the conclusions that
any of the said criteria is or is not satisfied, unless the statement
is positive and the reason for citing any document is easy to
understand when consuiting the document. If only certain
passages of the cited documents are relevant, the examiner
should identify them, for example, by indicating the page,
column or the lines where such passages appear. Preferably, a
reasoned statement should be provided in all instances.

NON-WRITTEN DISCLOSURES AND/OR CERTAIN
PUBLISHED DOCUMENTS

If the examiner has discovered or the International Search
Report bas cited, a relevant document which refers to a non-
written disclosure, and the document was only published on or
after the relevant date of the international application, the
examiner mustindicate on the International Preliminary Exami-
nation Reporst:

(i) the date on which the document was made available to
the-public;

(ii) the date on which the non-written public disclosure
occurred.

The examiner should alsoidentify any published application
or patent and should provide for each such published application
or patent the following indications:

(i) its date of publication;
(ii) its filing date, and its claimed priority date (if any).

The Report may also indicate that, in the opinion of the
International Preliminary Examining Authority, the priority
date of the document cited has not been validly claimed (PCT
Rule 70.10).

Guidelines explaining to the examiner the manner of indi-
cating certain special categories of documents as well as the
manner of indicating the claims to which the documents cited in
such report are relevant are set forth in Administrative Instruc-
tion Sections 507(c), (d), and (e) and 508.

- CERTAIN DEFECTS IN THE INTERNATIONAL
APPLICATION AND OBSERVATIONS ON THE
- INTERNATIONAL APPLICATION

Rev. 15, Aup. 1993
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If, in the opinion of the examiner, defects exist in the form
or contents of the international application, the clarity of the
claims, the description, and the drawings, or the question
whether the claims are fully supported by the description has not
been suitably solved at the prescribed time limit for establishing
the International Preliminary Examination Report, the exam-
iner may include this opinion in the report and, if included, must
also indicate the reasons therefor.

CERTIFICATION

When completing the certification of the report, the exam-
iner must indicate the date on which the Demand for Interna-
tional Preliminary Examination was submitted and the date on
which the examiner completed the report and the name and
mailing address of the International Preliminary Examining
Authority.

These last mentioned items may either be completed when
including the other data or when compieting the certification.
Every International Preliminary Examination Report must be
signed by a primary examiner.

1879.01 Time Limit for Preparing Report [R-15]

PCT Rule 69

Start of and Time Limit for International Preliminary Examination

69.1 Start of International Preliminary Examination

(a) Subject to paragraphs (b) to (e), the International Preliminary
Examining Autbority shall start the international preliminary examina-
tion when it is in possession both of the demand and of either the
international search report or a notice of the declaration by the Interna-
tional Searching Authority under Article 17(2)(a) that no international
search report will be established.

(b) If the competent International Preliminary Examining Author-
ity is part of the same national Office or intergovernmental organiza-
tion as the competent International Searching Authority, the interna-
tional preliminary examination may, if the International Preliminary
Examining Authority so wishes and subject to paragraph (d), start atthe
same time as the international search.

(c) Where the statement concerning amendments contains an
indication that amendments under Article 19 are to be taken into
account (Rule 53.9(a)(i)), the International Preliminary Examining
Authority shall not start the international preliminery examination
before it has received a copy of the amendments concerned.

(d) Where the statement concerning amendments contains an
indication that the start of the international preliminary examination is
to be postponed (Rule 53.9(b)), the International Preliminary Examin-
ing Authority shall not start the international preliminary exatnination
before

(i) it has received a copy of any amendments made
under Article 19,

(ii) it has received a notice from the applicant that he
does not wish to make amendments under Article 19,
or

(iii) the expirstion of 20 months from the priority

date,

whichever occurs first.

(e) Where the statement concerning emendments contains an

indication that amendments under Article 34 are submitted with the

1800 - 92




PATENT COOPERATION TREATY

demand (Rule 53.9(c)) but no such amendments are, in fact, submitted,
the International Preliminary Examining Authority shall not start the

international preliminary examination before it hasreceived theamend-

ments or before the time limit fixed in the invitation referred to in Rule
60.1(g) has expired, whichever occurs first.

69.2 Time Limit for International Preliminary Examination

The time limit for establishing the international preliminary ex-
amination report shall be:

(i) 28 months from the priority date if the demand was filed prior
to the expiration of 19 months from the priority date;

(ii) nine months from the start of the international preliminary
examination if the demand was filed after the expiration of 19 months
from the priority date. _

The time limit for preparing the International Preliminary
Examination Report is 28 months from the priority date if the
Demand was timely filed. This time limitis 27 monthsinternally
to ensure sufficient time to process, review and mail the report
in sufficient time toreach the International Bureau by 28 months
from the earliest priority date. Where the Demand is not filed
within 19 months from the priority date, the report is to be
established by 9 months from the start of international prelimi-
nary examination.

1879.02 Transmittal of the International
Preliminary Examination Report [R-15]

PCT Article 36
Transmittal, Translation, and Communication, of the
International Preliminary Examination Report

(1) The international preliminary examination report, together
with the prescribed annexes, shall be transmitted to the applicant and

to the International Bureau.
BEHBE

PCT Rule 71
Transmittal of the Insernational Preliminary Examination Report

71 I Recipients

The International Preliminary Examining Authority shall, on the
same day, ransmit one copy of the international preliminary examina-
tion report and its annexes, if any, to the International Bureau, and one
copy to the applicant,

71.2 Copies of Cited Documents

(a) The request under Article 36(4) may be presented any time
during seven years from the international filing date of the international
application to which the report relates.

(b) The International Preliminary Examining Authority may re-
quise that the party (applicant or elected Office) presenting the request
pay to it the cost of preparing and mailing the copies. The level of the
costof preparing copies shall be provided forin the agreementsreferred
to in Article 32(2) between the International Preliminary Examining
Authorities and the International Bureau.

(c) [Deleted]

(d) Any International Preliminary Examining Authority may per-
form the obligations referred to in paragraphs (a) and (b) through
another agency respongible to it.

1800 - 93
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The International Preliminary Examination Report is trans-
mitted to the International Burean using a transmittal Form
PCT/IPEA/416. Every effortismade to ensure that the transmit-
tal is effected in sufficient time to reach the International Bureau
by 28 months from the earliest priority date.

AUTHORIZED OFFICER

Form PCT/IPEA/416 must be signed by a primary exam-
iner.

1879.03 Translations [R-15]

PCT Article 36
Transmittal, Translation, and Conununication, of the
International Preliminary Examination Report
Wbk kR

(2)(e) The international preliminary examination report and its
annexes shall be translated into the prescribed languages.

(b) Any translation of the said report shall be prepared by or under
the responsibility of the International Bureau, whereas any translation
of the said annexes shall be prepared by the applicant.

®%K&R

PCT Rule 72
Translation of the International Preliminary Examination Report

72.1 Languages . .- c e
(a) Any elected State may require that the international prelimi-
nary examination report, established in any language other than the
official language, orone of the official languages, of its national Office,
be translated into English.
(b) Any such requirement shall be notified to the International
Bureau, which shall promptly publish it in the Gazzite.

72.2 Copy of Translation for the Applicant

The International Bureau shall transmit a copy of the translation
referred to in Rule 72.1(a) of the international preliminary examination
repoit to the applicant at the same time as it communicaies such
translation to the interested elected Office or Offices.

72.3 Observations on the Translation

The applicant may make written observations on what, in his
opinion, are errors of translation in the translation of the international
preliminary examination report and shall send a copy of any such
observations to each of the interested elected Offices and a copy to the
International Bureau.

The International Preliminary Examination Report and any
annexes are established in English, French, German, Japanese,
Russian or Spanish, if the international application was filed in
one of those languages, or in English if the international appli-
cation was filed in another language. Each elected State may
require that the report, if it is not in (one of) the official
language(s) of its national Office, be translated into English. In
that case, the translation of the body of the report is prepared by
International Bureau, which transits copies to the applicant
and to each interested elected Office. If any elected Office
requires a translation of annexes to the report, the preparation
and furnishing of that translation is the responsibility of the
applicant;

Rev. 15, Aug. 1993



1879.04

The U.S. requires the final report and the annexes thereto 1o
be in English. Translation of the annexes for national stage
purposes is required pursuant to 35 U.S.C. 371(cX5) and 37
CFR 1.495(e). Failure to timely provide such translation results

in cancellation of the annexes.

1879.04 Confidential Nature of the Report [R-15]

PCT Article 38
Confidential Nature of the International Preliminary
Examination

(1) Neither the International Bureau nor the International Prelimi-
nary Examining Authority shall, unless requested or authorized by the
applicant, allow access within the meaning, and with the proviso, of
Article 30(4) to the file of the international preliminary examination by
any person or authority at any time, except by the elected Offices once
the international preliminary examination report has been established.

(2) Subject to the provisions of paragraph (1) and Articles 36(1)
and (3) and 37(3Xb), neither the International Bureau nor the Intemna-
tional Preliminary Examining Authority shall, unless requested or
authrized by the applicant, give information on the issuance or non-
issvance of an international preliminary examination report and on the
withdrawal or non-withdrawal of the demand or of any election.

1880 Withdrawal of Demand or Election [R-15]

PCT Article 37
Withdrawal of Demand or Election

(1) The applicant may withdraw any or all elections.

(2) If the election of all elected States is withdrawn, the demand
shall be considered withdrawn.

(3X(a) Any withdrawal shall be notified to the International Bureau.

(b) The elected Offices concerned and the International Prelimi-
nary Examining Authority concerned shall be notified accordingly by
the International Bureau.

(4)(a) Subject to the provisions of subparagraph (b), withdrawal of
the demand or of the election of a Contracting State shall, unless the
national law of that State provides otherwise, be considered to be
withdrawal of the international application as far as that State is
concerned.

(b) Withdrawal of the demand or of the election shall not be
considered to be withdrawal of the international application if such
withdrawal is effected prior to the expiration of the applicable time
limit under Asticle 22; however, any Contracting State may provide in
its national law that the aforesaid shall apply only if its national Office
hes received, within the said time limit, 8 copy of the international
application, together with s tranglation (as prescribed), and the national
fee.

PCT Rule 90bis
Withdrawals
. L
90P&.4 Withdrawal of the Demand, or of Elections
(a) The applicant may withdraw the demand or any or all elections
at any time priof to the expiration of 30 months from the priority date.
(b) Withdrawal shall be effective upon receipt of a notice ad-

-
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dressed by the applicant to the International Bureau.

(¢) If the notice of withdrawal is submitted by the applicant to the
International Preliminary Examining Authority, that Authority shall
mark the date of receipt on the notice and transmit it promptly to the
International Bureau. The notice shall be considered to have been
submitted to the International Bureau on the date marked.

K KK
Administrative Instructions Section 606
Cancellation of Elections

The International Preliminary Examining Authority shall, if the
election is in the demand, cancel ex gfficio the election of any State
which is not a designated State or which is not bound by Chapter I of
the Treaty, shall enclose that election within-square brackets, shall
draw a line between the square brackets while still leaving the election
legible and shall enter, in the margin, the words “CANCELLED EX
OFFICIOBY IPEA” or their equivalentin the language of the demand,
and shall notify the applicant accordingly.

Any withdrawal of the Demand or any election must be sent
to the International Bureau. Withdrawal, if timely, is effective
upon receipt by the International Bureau.

1881 Receipt of Notice of Election by the
Patent and Trademark Office [R-15]

PCT Rule 61 -
Notification of the Demand and Elections ~ -
L2210
61.2 Notification to the Elected Offices

(a) The notification provided for in Article 31(7) shall be effected
by the Internationzl Bureau.

(b) The notification shall indicate the number and filing date of the
international application, the name of the applicant, the filing date of
the application whose priority is claimed (where priority is claimed),
the date of receipt by the International Preliminary Examining Author-
ity of the demend, and —in the case of a later election —the date of receipt
of the notice effecting the later election. The latter date shall be the
actual date of receipt by the International Bureau or, where applicable,
the date referred to in Rule 56.1(f) or 60.2(b).

(c) The notification shall be sentto the elected Office together with
the communication provided for in Article 20. Elections effected after
such communication shall be notified promptly after they have been
made.

(d) Where the applicant makes an express request to an elected
Office under Asticle 40(2) before the communication provided for in
Article 20 bas taken place, the International Bureau shall, upon request
of the applicant or the elected Office, promptly effect that communica-
tion to that Office.

61.3 Information for the Applicant

The International Bureay shall inform the applicant in writing of
the notification referred to in Rule 61.2 and of the elected Offices
notified under Article 31(7).

CREEG

Allnotices of election are received by the PCT International
Division from the International Bureau. The PCT International
Division prepares the appropriate records of the election and
places the paper in storage with the communicated copy of the
international application until the national stage is entered.
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1890 Receipt of Notice of Designation [R-15]

Alfter publication of the international application, between -

about 18 and 19 months from the priority date, the Intemational
Bureau notifies each national Office that it has been designated
and at the same time forwards to each designated Office a copy
of the international application, a copy of the search report (an
English translation is sent to the U.8S. if the search report was not
in English), a copy of any amendment under Article 19 and a
copy of any priority document (PCT Rule 47). Thus, the U.S. as
a designated Office first becomes aware of the fact of its
designation at about 18 to 19 months from the priority date and
may begin a national stage application file from the papers
forwarded by the International Bureau. See PCT Rule 24.2(b).
Contracting States have the option of being notified of their
designation earlier. The U.S. did not choose to be notified
earlier.

The national stage papers sent by the International Bureau
are received in the Designated/Elected Office (DO/EO) Section
of e International Division of the USPTO. The papers are
matched with applicant’s submission for entry into the national
stage in the U.S. and together make up the U.S. national stage
application file. The DO/EQ checks the national stage papers (0
be sure all necessary parts have been received from applicant
and from the International Burean. When the application is
complete a notice of acceptance is mailed to applicant and the
application is forwarded to the Application Processing Division
for mailing of a filing receipt and final processing before
forwarding to the appropriate examining group.

1891 Receipt of Notice of Election and Prelimi-
nary Examination Report [R-15]

If the U.S. is elected in a Demand for preliminary examina-
tion prior to 19 months from the priority date, applicant may

" postpone the steps needed for entry into the national stage from

20to 30 months from the priority date. The USPTO will hold the
national stage papers sent by the Intemational Burean awaiting
applicant’s submissions for entry into the national stage. The
international application is examined and the results (the Inter-
national Preliminary Examination Report) are received by the
USPTO for inclusion into the hational stage file. The examina-
tion report is communicated to the elected Offices by the
International Bureau.

The notice of election is communicated to the elected Office
along with the Article 20 communication or as soon thereafter
as the International Bureau receives notice of the election,
Election of 2 Contracting State, of course, is not possible unless
that state was designated.

1893 National Stage (U.S. National Application
filed under 35 U.S.C. 371) [R-15]

- 37 CFR 1.9(a) states

(a) A national application as used in this
chanter means 2U.S. national application for
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patent which was either filed in the Office

under 35 U.S.C. 111 or which resulted from

an international application after compliance

with 35 US.C. 371.

Thus, there are two types of U.S. national applications, a
national stage application under the PCT (filed under 35 U.S.C.
371) and a regular domestic national application filed under 35
US.C. 111

An applicant who uses the Patent Cooperation Treaty gains
the benefit of

(1) a delay in the time when a national application must
actually be filed;

(2) an international search (to judge the level of the relevant
prior art) before having to expend resources for filing fees,
translations and other costs;

(3) a delay in the expenditure of fees;

(4) additional time for research;

(5) additional time to evaluate financial, marketing, com-
mercial and other considerations.

The time delay is, however, the benefit most often recog-
nized as primary. Ultimately, applicant might choose to file the
national stage application. The national stage is unique com-
pared to a domestic national application in that

- itis filed latér (i.e., normally 20 or 30 months or more from
aclaimed priority date as compared to 12 months for a domestic
application claiming priority). .

- the status of the prior art is generally Imown before the
national stage begins and this is not necessarily so in a domestic
national application.

- any patent issuing on the basis of the national stage
application may be used as areference from its 35 U.S.C. 102(e)
date, i.e., it has a prior art effect from its 35 U.S.C. 102(e) date.

Since the Treaty does not preclude establishing a date for
prior art purposes which is or canbe as early as the international
filing date (i.e., by paying the basic fee, providing a copy of the
application, any translation thereof, and an oath or declaration
at time of filing the international application), the national stage
seems to offer benefits that make its use desirable.

IDENTIFICATION OF THE NATIONAL STAGE
APPLICATION

Once the national stage application has been accorded a

.serial number (the two digit series code followed by a six digit

serial number), that number as well as the international applica-
tion serial number, should be used whenever papers or other
communications are directed to the PTO regarding the national
stage application. The national stage application is tracked
through the PALM locator system by the eight digit U.S. serial
number. Therefore, processing is expedited if the U.S. serial
number is indicated. The international application serial num-
ber is belpful for identification purposes and can be used to
cross-check apossibly erroneous U.S. serial number. Of course,
the international filing date and the national stage entry date
under 35 U.S.C. 371 should also be provided. See 37 CFR
1.5(a).
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1893.01 Commencement and Entry [R-15]

35 U.S.C. 371 National stage: Commenceiment

(a) Receipt from the International Bureau of copies of mtematmnal
applications with any amendments to the claims, international search
reports, and international preliminary examination reports including
any annexes thereto may be required in the case of international
applications designating or electing the United States.

(b) Subject to subsection (f) of this section, the national stage shall
commence with the expiration of the applicable time lirnit under article
22 (1) or (2), or under article 39(1)(a) of the treaty.

(c) The applicant shall file in the Patent and Trademark Office —

(1) the national fee provided in section 41(a) of this title;

(2) a copy of the international application, unless not required
under subsection (a) of this section or already communicated by the
International Bureau, and a translation into the English language of the
international application, if it was filed in another language;

(3) amendments, if any, to the claims in the international applica-
tion, made under article 19 of the treaty, unless such amendments have
been communicated to the Patent and Trademark Office by the Inter-
national Bureau, and a translation into the English language if such
amendments were made in another language; -

*(4) an oath or declaration of the inventor (or other person autho-
rized under chapter 11 of this title) complying with the requirements of
section 115 of this title and with regulations prescribed for oaths or
declarations of applicants;

(5) & translation into the English language of any annexes o the
international preliminary examination report, if such annexes were
made in another language.

(d) The requirements with respect to the national fee referred to in
subgection (c)(1), the translation referred to in subsection (c}(2), end
the oath or declaration referred to in subsection (c)(4) of this section
shall be complied with by the date of the commencement of the national
stage or by such later time as may be fixed by the Commissioner. The
copy of the intemational application referred to in subsection (c)2)
shall be submitted by the date of the commencement of the nationsl
stage. Failure to comply with these requirements shall be regarded as
abandonment of the application by the parties thereof, unless it be
shown to the satisfaction of the Comumissioner that such failure to
comply was unavoidable. The payment of a surcharge may be required
as a condition of accepting the national fee refesred to in subsection
(c)(1) or the oath or declaration referred to in subsection (c)(4) of this
section if these requirements are not met by the date of the commence-
mentof the national stage. The requirements of subsection (c)(3)of this
section shall be complied with by the date of the commencement of the
national stage, and failure to do so shall be regarded as a cancellation

of the amendments to the claims in the international application made -

under article 19 of the treaty. The requirement of subsection (c)(5) shall
be complied with at such time ag may be fixed by the Commissioner and
failure to do so shall be regarded as cancellation of the amendments
made under article 34(2)(b) of the treaty.

(e) After an international epplication hes entered the national stage,
no patent may be granted or refused thereon before the expiration of the
applicable time limit under asticle 28 or article 41 of the reaty, except
with the express consent of the applicant. The applicant may present
amendments to the specification, claims and drawings of the applica-
tion after the national stage has commenced.

(f) At the express request of the applicant, the national stage of
processing may be commenced at any time at which the application is
in order for such purpose and the applicable requirements of subsection
(c) of this section have been complied with.
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37 CFR 1.491 Ewry into the national stage

An international application enters the national stage when the
applicant has filed the documents and fees required by 35 U.S.C.371(c)
within the periods set in § 1.494 or § 1.495.

Commencement of the national stage occurs upon expira-
tion of the time limit, as stated in 35 U.S.C. 371(b).

Entry into the national stage occurs upon completion of
certain acts, as stated in 37 CFR 1.491.

Since applicant does not have an application subject to
examination until the national stage has been entered, the
Certificate of Mailing practice under 37 CFR 1.8 is not available
to establish the date of deposit as the date of receipt.

1893.01(a) Entry via the U.S. Designated Office
[R-15])

37 CFR 1494 Entering the national stage in the United States of
America as a Designated Office.

(a) Where the United States of America has not been elected by the
expiration of 19 months from the priority date (see § 1.495), the
applicant must fulfill the requirements of PCT Article 22 and 35 U.S.C.
371 within the time periods set forth in paragraphs (b) and (c) of this
section in order to prevent the abandonment of the international
application as to the United States of America. International applica-
tions for which those requirements are timely fulfilled will enter the
national stage and obtain an examination as to the patentability of the
invention in the United States of America.

(b) To avoid abandonment of the application, the apphcant shall
furnish to the United States Patent and Trademark Office not later than
the expiration of 20 months from the priority date:

(1) a copy of the international application, unless it has been
previously communicated by the International Bureau or unless it was
originally filed in the United States Patent and Trademark Office; and

(2) the basic national fee (see § 1.492(a)). The 20-month tisne limit
may not be extended.

(c) If applicant complies with paragraph (b) of this section before
expiration of 20 months from the priority date but omits (1) a translation
of the international application, as filed, into the English language, if
it was originally filed in another language (35 U.S.C. 371(cX2)) and/
or (2) the oath or declaration of the inventor (35 U.S.C. 371(cX4); see
§ 1.497), applicant will be so notified and given a period of time within
which to file the wranslation and/or oath or declaration in order to
prevent abandonment of the application. The payment of the process-
ing fee set forth in § 1.492(f) is required for acceptance of an English
translation later than the expiration of 20 months after the priority date.
The payment of the suscharge set forth in § 1.492(e) is required for
acceptance of the oath or declaration of the inventor later than the
expiration of 20 months after the priority date. A copy of the notifica-
tion mailed to applicant should accompany any response thereto
gubmitted to the Office.

(d) A copy of any amendments to the claims meade under PCT
Asticle 19, and a translation of those amendments into English, if they
were made in anotber language, must be furnished not later than the
expiration of 20 months from the priority date. Amendments under
PCT Asticle 19 which are not received by the expiration of 20 months
from: the priority date will be considered to be cancelled. The 20-month
time limit may not be extended.

(e) Verification of the translation of the international application or
any other document pertaining to an international application may be
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required where it is considered necessary, if the intemnational applica-
tion or other document was filed in a language other than English.
(f) The documents and fees submitted under paragraphs (b) and (c)

of this section must be clearly identified as a submission to enter the

national stage under 35 U.S.C. 371, otherwise the submission will be
considered as being made under 35 U.S.C. 111.

(g) An international application becomes abandoned as to the
United States 20 months from the priority date if the requirements of
paragraph (b) of this section have not been complied with within 20
months from the priority date where the United States has been
designated but not elected by the expiration of 19 months from the
priority date. If the requirements of paragraph (b) of this section are
complied with within 20 months from the priority date but any required
translation of the international application as filed and/or the oath or
declaration are not timely filed, an international application will
become abandoned as to the United States upon expiration of the time
period set pursuant to paragraph (c) of this section.

An international application designating the U.S. will enter the
national stage via the U.S. Designated Office unless a Demand
electing the U.S. is filed prior to the expiration of 19 months
from the priority date whereupon entry will be via the U.S.
Elected Office. The procedure for entry via the U.S. Designated
Office is as prescribed in 37 CFR 1.494.

1893.01(2)(1) Submissions Required by 20 Months
From the Priority Date [R-15]

To begin entry into the national stage, applicant is required
to comply with 37 CFR 1.494(b) within 20 months from the
priority date unless election of the U.S. under Chapter II of the
PCT has been made prior to 19 months from the priority date
(see MPEP § 1893.01(b)). Thus, applicant must pay the basic
national fee on or before 20 months from the priority date and
be sure that a copy of the international application has been
received by the U.S. Designated Office prior to expiration of 20
months from the priority date. The notice referred to in PCT
Rule 47.1(c) constitutes conclusive evidence of transmission of
the international application. Payment of the basic national fee
will indicate applicant’s intention to enter the national stage and
will provide a U.S. correspondence address in most instances.

Applicants can no longer (on, or after, 01 May 1993) pay the
basic national fee with a surcharge after the 20 months deadline.
Failure to pay the basic national fee within 20 months from the
priority date will resul¢ in abandonment of the application. The
time for payment of the basis fee is not extendable.

Similarly, the copy of the international application is re-
quired (on, or after, 01 May 1993) to be provided within 20
months from the priority date. A copy of the international
application is provided to the U.S. Designated Office by the
International Bureau (the copy is ordinarily received shortly
after publication at about 18 months from the priority date). The
International Bureau also mails a confirmation (Form IB/308)
to applicant upon which applicant can rely that the copy has
been provided, see PCT Rule 47.1(c). The copy is placedinafile
to await applicant’s submission of the basic national fee and
other national stage requirements.

If the basic national fee has been paid by expiration of 20
months from the priority date, but the required oath, declaration
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or translation has not been filed within 20 months from the
priority date, as appropriate, the Office will send applicant a
notice and provide a period of time to supply the deficiency as
set forth in 37 CFR 1.494(c). The time period usually setis 1
month from the date of notification by the Office and this period
may be extended pursuant to the provisions of 37 CFR 1.136(a).
Thus, payment of the basic national fee on or before 20 months
from the priority date will (1) cause the Office, after a check of
the national stage papers at 20 months, to mail a notice identi-
fying any deficiencies and affording applicant a period for
correction of those deficiencies, and (2) as in national practice
under 37 CFR 1.53, enable applicants to extend the period of
time under 37 CFR 1.136(a) for submission of a proper oath,
declaration or translation. The international application enters
the national stage under 35 U.S.C. 371 and 37 CFR 1.491 when
the last of the items indicated in 35 U.S.C. 371(c) is timely
received by the office.

Aninternational application becomes abandoned if the copy
of the international application or the filing fee have not been
received by the U.S. Designated Office prior to expiration of 20
months from the priority date. A notification of any missing
parts pursuant to 37 CFR 1.494(c) will only be mailed in those
instances where the applicant has paid the basic national fee
within 20 months from the priority date. As noted above,
applicants can ‘no longer (on, or after, 01 May 1993) pay the
basic national fee with a surcharge after the 20 months deadline.

Thenotice of missing requirements lists several items which.
37 CFR 1.63 requires and all of those items will have to be
satisfied before the oath or declaration is considered accepted.
Similarly, the translation must be a translation of the interna-
tional application. A translation of less than all of the intema-
tional application (e.g., untranslated words in the drawings or
translations of those untranslated words in a different part of the
document) or a translation that includes modifications, e.g., the
insertion of headings, is unacceptable.

1893.01(a)(2) Article 19 Amendment (filed with
the International Bureau) [R-15]

The intemational application may be amended under Article
19 after issuance of the search report. The amendment is
forwarded to the U. S. Designated Office by the International
Bureau for inclusion in the U.S. national stage application.
Article 19 amendments which were made in English will be

- entered by substituting each page of amendment for the corre-

sponding English language page of claims of the international
application. If the Article 19 amendments were made in a
language other than English, applicant must provide an English
translation for the U.S. national stage application. The English
translation of the amendment(s) must be submitted by 20
months from the priority date, unless the U.S. was elected by 19
months from the priority date in which case the English trans-
lation must be filed by 30 months, or the amendment(s) will be
considered to be canceled, 35 U.S.C. 371(d). Where applicant
elects to request early processing of the national stage applica-
tion under 35 U.S.C. 371(f), subseqguently received amend-
ments made in the international stage (and English translations
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thereof) will not become part of the U.S. national stage applica-
tion file. If such amendments are desired, they should be offered
under 37 CFR 1.121 as a preliminary amendment or a respoi-
sive amendment under 37 CFR 1.111.

Applicants entering the national stage in the U.S. are encour-
aged to submit an amendment in accordance with 37 CFR 1.121
rather than an English translation of an Article 19 amendment.
Sometimes when an Article 19 amendment is translated into
English, it cannot entered. That is, each page of an Article 19
amendment must be entered by substituting a page of amend-
ment for the corresponding page of claims of the international
application. After translation of a page, the translated page may
no longer correspond to a page of the claims of the international
application such that the amendment is capable of entry by
substituting the page of English translation (of the amendment)
for the corresponding page of claims of the international appli-
cation withoutleaving an inconsistency. Where applicant chooses
to submit an English translation of the Article 19 amendment,
applicant should check to be sure that the English translation can
be entered by substituting the pages of translation for corre-
sponding pages of the claims of the international application
without leaving an inconsistency. If entry of the page of trans-
lation causes inconsistencies in the claims of the international
application the translation will not be entered. For example, if
the translation of the originally filed application has a page
which begins with claim 1 and ends with a first part of claim 2
with the remainder of claim 2 on the next page then transiation
of the Article 19 amendment to only claim 1 must include a
substitute page or pages beginning with the changes to claim 1
and ending with the last of the exact same first part of claim 2.
This enables the original translated first page of claims to be
replaced by the translation of the amendment without changing
the subsequent unamended page(s). Alternatively, applicant
may submit a preliminary amendment in accordance with 37
CFR 1.121.

1893.01(b) Entry via the U.S. Elected Office
[R-15]

37 CFR 1.495 Ewsering the national stage in the United States of
America as an Elected Office.

(a) Where the United States of America has been elected by the
expiration of 19 months from the priority date, the applicant must fulfil}
the requirements of 35 U.S.C. 371 within the time periods set forth in
paragraphs (b) and (c) of this section in order to prevent the sbandon-
mentof the international application &s to the United States of America.
International applications for which those requirements are limely
fulfilled will enter the national stage and obtain an examination asto the
patentability of the invention in the United States of America.

(b) To avoid abandonment of the application the applicant shall
furnish to the United States Patent and Trademark Office not later than
the expiration of 30 months from the priority date: (1) 2 copy of the
international application, unless it hes been previously communicated
by the International Bureas or unless it was originally filed in the
United States Patent and Trademerk Office; and (2) the basic national
fee (see § 1.492(a)). The 30-month time limit may not be extended.

<(c) If applicant complies with paragraph (b) of this section before
expiration of 30 months from the priority date but omits (1) a translation
of the international application, as filed, into the English language, if
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it was originally filed in another language (35 U.S.C. 371(cX2)) and/
or (2) the oath or declaration of the inventor (35 U.S.C. 371(cX4); see
§ 1.497), epplicant will be so notified and given a period of time within
which to file the translation and/or oath or declaration in order to
prevent abandonment of the application. The payment of the process-
ing fee set forth in § 1.492(f) is required for acceptance of an English
translation later than the expiration of 30 months after the priority date.
The payment of the surcharge set forth in § 1.492(e) is required for
acceptance of the oath or declaration of the inventor later than the
expiration of 30 months after the priority date. A copy of the notifica-
tion mailed to applicant should accompany any response thereto
submitted to the Office.

(d) A copy of any amendments to the claims made under PCT
Article 19, and a translation of those amendments into English, if they
were made in another language, must be furnished not later than the
expiration of 30 months from the priority date. Amendments under
PCT Article 19 which are not received by the expiration of 30 months
from the priority date will be considered to be cancelled. The 30-month
time limnit may not be extended.

(e) A translation into English of any annexes to the international
preliminary examination report, if the annexes were made in another
language, must be furnished not later than the expiration of 30 months
from the priority date. Translations of the annexes which are not
received by the expiration of 30 months from the priority date may be
submitted within any period set pursuant to paragraph (c) of this section
accompanied by the processing fee set forth in § 1.492(f). Annexes for
which translations are not timely received will be considered cancelled.
The 30-month time limit meay not be extended.

(f) Verification of the translation of the international application or
any other document pertaining to an international application may be

required where it is considered necessary, if the international applica-

tion or other document was filed in s language other than English.

(g) The documents submitted under paragraphs (b) and (c) of this
gection must be clearly identified as a submission to enter the national
stage under35 U.8.C. 371, otherwise the submission will be considered
as being made under 35 U.S.C. 111.

(b) An international application becomes abandoned as to the
United States 30 months from the priority date if the requirements of
paragraph (b) of this section have not been complied with within 30
months from the priority date and the United States has been elected by
the expiration of 19 months from the priority date. If the requirements
of paragraph (b) of this section are complied with within 30 months
from the priority date but any required translation of the international
application as filed and/or the oath or declaration are not timely filed,
an international application will become abandoned as to the United
States upon expiration of the time period set pursuant to paragraph (c)
of this section.

An international application designating the U.S. will enter
the national stage via the U.S, Elected Office if a Demand
electing the U.S. is filed prior to the expiration of 19 months
from the priority date. The procedure for entry via the U.S.
Elected Office is as prescribed in 37 CFR 1.495.

1893.01(b)(1) Submissions Required by 30 Months
From the Priority Date [R-15]

To begin entry into the national stage, where election of the
U.S. under Chapter IT of the PCT has been made prior to 19
months from the priority date, applicant is required to comply
with 37 CFR 1.495(b) within 30 months from the priority date.
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Thus, applicant must pay the basic national fee on or before 30
months from the priority date and be sure that a copy of the
international application has been received by the U.S. desig-
nated office prior to expiration of 30 months from the priority
date. The notice referred to in PCT Rule 47.1(c) constitutes
conclusive evidence of transmission of the international appli-
cation. Paymentof the basic national fee will indicate applicant’s
intention to enter the national stage and will provide a U.S.
correspondence address in most instances.

Applicants can no longer (on, or after, 01 May 1993) pay the
basic national fee with a surcharge after the 30 months deadline.
Failure to pay the basic national fee within 30 months from the
priority date will result in abandonment of the application. The
time for payment of the basic fee is not extendable. B

Similarly, the copy of the international application is re-
quired (on, or after, 01 May 1993) to be provided within 30
months from the priority date. A copy of the international
application is provided to the U.S. designated office by the
International Bureau (the copy is ordinarily received shortly
after publication at about 18 months from tbe priority date). The
International Bureau also mails a confirmation (Form IB/308)
to applicant upon which applicant can rely that the copy bas
been provided, see PCT Rule47.1(c). The copy is placedinafile
to await applicant’s submission of the basic national fee and
other national stage requirements.

If the basic national fee has been paid by expiration of 30
months from the priority date but the required oath, declaration
or translation has not been filed within 30 months from the
priority date, as appropriate, the Office will send applicant a
notice and provide a period of time to supply the deficiency as
set forth in 37 CFR 1.495(c). The time period usually set is 1
month from the date of the notification by the Office or 30
months from the priority date, whichever is later. This period
may be extended pursuant to the provisions of 37 CFR 1.136(a).
Thus, payment of the basic national fee on or before 30 months

. from the priority date will (1) cause the Office, after a check of

the national stage papers at 30 months, to mail a notice identi-
fying any deficiencies and affording applicant a period for
correction of those deficiencies, and (2) as in national practice
under 37 CFR 1.53, enable applicants o extend the period of
time under 37 CFR 1.136(a) for submission of a proper oath,
declaration or translation. The international application enters
the national stage under 35 U.S.C. 371 when the last of the items
indicated in 35 U.S.C. 371(c) and 37 CFR 1.491 is timely
received by the office.

An international application becomes abandoned if the copy
of the international application or the filing fee have not been
received by the U.S. designated office prior to expiration of 30
months from the priority date. A notification of any missing
parts pursuant to 37 CFR 1.495 will gply be mailed in those
instances where the applicant has paid the basic national fee
within 30 months from the priority date. As noted above,
applicants can no longer (on, or after, 01 May 1993) pay the

. basic national fee with a surcharge after the 30 months deadline.

The notice of missing requirements lists several items which
37 CFR 1.63 requires and all of those items will bave to be
satisfied before the oath or declaration is considered accepted.
Similarly, the translation must be a translation of the interna-

1800 - 99

1893.01(d)

tional application. A translation of less than all of the interna-
tional application (e.g., untranslated words in the drawings or
translations of those untranslated words in a different part of the
document) or a translation that includes modifications, e.g., the
insertion of headings, is unacceptable.

1893.01(b}2) Article 19 and Article 34 Amend-
ments (filed with the International
Preliminary Examining A uthority)
[R-15]

Paragraph (d) of 37 CFR 1.495 states that if an Article 19
amendment is not received before expiration of 30 months from
the priority date, it is considered to be canceled. Nevertheless,
applicant may submit a preliminary amendment in accordance
with 37 CFR 1.121 adding the substance of the Article 19
amendment to the national stage application. In some instances,
entry of the subject matter via an amendment under 37 CFR
1.121 may be preferable to entry via Article 19. For example
where the Article 19 amendment was not filed in English the
amendment would have to be translated into English in order
that it be submitted for entry into the national stage. The
transiation must be submitted before expiration of 30 months
from the priority date and the substitute pages must be capable

of insertion into the text of the international application, Thus,

where an Article 19 amendment was made in the international
stage the same amendment may be entered for the national stage
either in accordance with 35 U.S.C. 371(c)(3) or the amend-
ments may be added via a preliminary amendment in accor-
dance with 37 CFR 1.121.

Translation of an Annex Under PCT Article 34

The translation of an Article 34 Annex mustbe submitied so
that the translation of the originally filed application can be
changed by replacing the originally filed application page(s) (of
translation) with substitute page(s) of translation of the annex.
Forexample, if the wranslation of the originally filed application
has a page which begins with claim 1 and ends with a first part
of claim 2 with the remainder of claim 2 on the next page then
translation of the annex to only claim 1 must include a substitute
page or pages beginning with the changes to claim 1 and ending

. with the last of the exact same first part of claim 2. This enables

the original translated first page of claims to be replaced by the
translation of the anmnex without changing the subsequent
unamended page(s). Alternatively applicant may submit a pre-
liminary amendment in accordance with 37 CFR 1.121.

1893.01(c) Fees [R-15]

Because the national stage fees are subject to change,
applicants and examiners should always consult the Official
Gazette tor the current fee listing. :

Applicants are cautioned that national stage fees are specifi-
cally provided for in 37 CFR 1.492 and authorizations to charge
fees under 37 CFR 1.16 do not constitute a specific authoriza-
Rev. 15, Aug. 1993
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tion to charge national stage fees.

1893.01(d) Translation [R-15]

Applicants entering the national stage in the U.S. are re-
quired to file a translation of the international application (if the
international application was filed in another language), 35
U.S.C. 371(c)(2). The translation must be a translation of the
international application as filed with any changes which have
been properly accepted under PCT Rule 26 or any rectifications
which have been properly accepted under PCTRule 91. Amend-
ments, even those considered to be minor or to not include new
matter, may not be incorporated into the translation. If an
amendment to the international application as filed is desired for
the national stage it may be submitted in accordance with 37
CFR 1.121. An amendment filed under 37 CFR 1.121 should be
submitted within 1 month after completion of the 35 U.S.C.
371(c) requirements and entry into the national stage, see 37
CFR 1.496(a). If applicant bas timely paid the basic national fee
but the translation is missing or is defective, a notice of Missing
Reguirements will be sent to applicant setting a period to correct
any missing or defective requirements. The time period is 20
months or 30 monaths from the priority date, as appropriate, or
1 month from the date of the notice, whichever expires later. The
time period is subject to the provisions of 37 CFR 1.136(a).

1893.01(e) Oath/Declaration [R-15]

Applicants entering the national stage in the U.S. are re-
quired to file an oath or declaration of the inventor in accordance
with 37 CFR 1.63. If the basic national fee has been paid by the
expiration of 20 or 30 months from the priority date as appropri-
ate, but the required oath or declaration has not been filed, the
Office will send applicant a notice of Missing Regquirements
setting a time period to cosrect any missing or defective require-
ments. The time period is 20 months or 30 months from the
priority date, as appropriate, or 1 month from the date of the
notice, whichever expires later. The time period is subject to the
provisions of 37 CFR 1.136(a). The oath or declaration must
comply with the requirements of 35 U.S.C. 115 and with the
regulations prescribed for oaths and declarauons, seeespecially
37CFR 1.63.

If an inventor refuses to execute the oath or declaration or is
unavailable, applicant must file an oath or declaration and a
petition in accordance with 37 CFR 1.47. Similarly, where an
inventor is deceased or legally incapacitated, an oath or decla-
ration in accordance with the provisions of 37 CFR 1.42 or 1.43
must be provided. To avoid abandonment the oath or declara-
tion and petition (under 37 CFR 142, 143 and/or 147, as
appropriate) must be filed either before expiration of 20 or 30
months from the priority date, as appropriate, or, where a
notification of deficiency of the oath/declaration has been
mailed, within the time for response to that notification.

If applicant has filed an oath or declaration and petition
under 37 CFR 1.42, but has not provided proof of authority of
the legal representative as required by 37 CFR 1.4, the appli-
cation papers will be provisionally accepted for entry into the
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national stage and forwarded for further processing and exami-
nation on the merits. However, if sufficient proof of authority of
the person(s) signing as legal representative of the deceased
inventor is not provided before mailing of the notice of allow-
ance, the application should be forwarded to the Office of
Special Program Examination. If proof of authority is not filed,
the application will be held not to bave entered the national stage
for failure to provide an oath or declaration as required by 35
U.S.C. 371(c)(4) and will be held abandoned in accordance with
37 CFR 1.494(g) or 1.495(h). Under such circumstances the
date of abandonment will be the date of expiration of 20 months
from the priority date or, where a notification of deficiency of
the oath/declaration has been mailed, the date of expiration of
the-time for response to that notification or as extended by any
extension fee timely paid under 37 CFR 1.136(a).

1893.02 Abandonment [R-15]

If the requirements of 35 U.S.C. 371(c) are not complied
with by the time period setin 37 CFR 1.494(b)and (c)or 37CFR
1.495(b) and (c), as appropriate, the application is considered to
be abandoned, see 37 CFR 1.494(g) and 37 CFR 1.495(h).

Examiners and applicants should be aware that sometimes
papers filed for the national stage are deficient and abandon-
ment results. For example, if the fee submitted does not include

at least the amount of the basic national fee that is due, the
application becomes abandoned.

Applicant may filea petition to revive an abandoned apph- _

cation in accordance with the provisions of 37 CFR'1.137. See
MPEP § 711.03(c)

1893.03 Prosecution of U.S. National Stage
Applications Before the Examiner [R-15]

An international application which enters the national stage
will be forwarded to the appropriate examining group for
examination in turn based on the 35 U.S.C. 102(e) date of the
application. Once the application is forwarded to the examiner,
prosecution proceeds in the same manner as for a domestic
application with the exceptions that (1) the international filing
date is the date to keep in mind when searching the prior art and
(2) unity of invention proceeds as under 37 CFR 1.475.

1893.03(a) How to Identify That an Application is
- aU.S. National Stage Application [R-15]

Applicant’s initially deposited application must indicate
that treatment as a national stage application (filed under 35
U.S.C. 371) is requested (see 37 CFR 1.494(f) and 37 CFR
1.495(g)). Otherwise, the application will be treated as an
application filed under 35 U.S.C. 111.

That is, if applicant wishes the application to be filed under
35 US.C. 111 applicant’s originally filed application papers
need indicate simply that the papers are for a new U.S. patent
application. If, however, applicant is filing papers for entry into
the national stage of a PCT application, applicant must so state.
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,o‘f" "%\ UNTTED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

b Address . COMMISSIONER OF PATENTS AND TRADEMARKS
x ‘i’ . Washington, D C. 20231 )
Farge f o+
U aPRLCaTIEN v T T FIRST NAMED «PPLIC ANT | ATTY DOCKET %0 )
08/XXX, XX Ted Wilson et al. 1234 - PCT
r NTERNATIONAL APPLICATION SO
P
. PCT/EP92 /X33CX
! John Smith TR T ~
212 Main Street l ARG DATE ! SRIOHITY  a7E !
Anvtown, PA 12345 10 SEPT 1992 10 SEPT 1991

paremaed 10 JUNE 1993.

NOTIFICATION OF ACCEPTANCE OF APPLICATION UNDER 35 U.S.C. 371
AND 37 CFR 1.494 OR 1.498

- 1. The applicant is hereby advised that the United States Patent and Trademark Office in its capacity as
a Designated Office (37 CFR 1.494), Dan Elected Office (37 CFR 1.495), has determined
that the above identified international application has met the requirements of 35 U.S.C. 371, and is
ACCEPTED for national patentability examination in the United States Patent and Trademark Office.

2. The United States Application Number assigned to the application is shown above and the relevant
dates are:

10 MAY 1993 10 MAY 1993

35US.C. 102(e) DATE DATE OF RECEIPT OF
35U.S.C. 371 REQUIREMENTS

3. 8 a request for immediate examination under 35 U.S.C. 371(f) was rece;ved on_ 10 MAY 1993
and the application will be examined in tum.

4. The following items have been received:
U.S. Basic Natious] Fee.
Copy of the international application in:
! 2 nou-English language.
] English.
. % Translation of the internationsl application into English.
Oath or Declaration of inventors(s) for DO/EQ/US.
Copy of Article 19 amendments. [] Translation of Asticle 19 amendmeants into English.
The Asticle 19 amendments (] have [J] have not been entered.
- The Internationsl Preliminary Examinasion Report in English and its Annexes, if any.
Transiation of Annexes to the Internations! Preliminary Examination Report into English.
The Ansexes [J have [] have ot been entered.
Preliminssy amendment(s) filed and
Informaticn Disclosure Stasemanc(s) filed and
Assignment docunent. '
Powrer of Attomey and /or Change of Address.

Verified Statement Claiming Small Entity Status,

Prioeity Document.

Copy of the Search Report [] and copies of the references cited therein.
Othgr:

A Filing Receipt (PTO-103X) will be issuad for the present spplication in due course. Ounce the
Filing Receipt has boen received, send all comrespondence w the Group Ast Unit designated therecn,

Applicant is reminded that any communication to the United States Patent and Trademark Office must be
mailed o the address given in the heading and include the U.S. application no. shown above, (37 CER L.5)

Richard B, Lazarus

FORM PCT/DO/EQ/903 (May 1993) Telepbone: (703) 557-8384

-
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37 CFR 1.494(f) and 1.495(g) require that applicant’s applica-
tion papers “must be clearly identified as a submission 10 enter

the national stage under 35 U.S.C. 371, otherwise the subinis-

sion will be considered as being made under 35 U.S.C. 111.”
Examination of the originally filed application papers occurs in
either the Application Processing Division or in the Designated/
Elected Office (DO/EQ) section of the International Division
where it is determined whether applicant has asked that the
papers be treated as a national stage filing under 35 U.S.C. 371.
Ifthe application is accepted for entry into the national stage, the
DO/EO will fill out and mail Form PCT/DO/EO/903 indicating
acceptance of the application as a national stage filing under 35
U.S.C. 371 and will stamp the face of the file with an indication
that the application is filed under 35 U.S.C. 371. Accordingly,
the three key indicators which reflect that an application is filed
under 35 U.S.C. 371 are (1) the file face indication of a filing
under 35 U.S.C. 371, (2) the Form PCT/DO/EQO/903 indicating
acceptance of the application as a national stage filing under 35

" U.S.C.371, and (3) applicant’s statement (or the equivalent) in

the originally filed application papers that the application is a
national stage filing under 35 U.S.C. 371. Applicants who use
transmittal Form PCT/DO/EO/1390 will satisfy this require-
ment since the form includes an indication that the application
is a national stage filing under 35 U.S.C. 371.

Initially the examiner should inspect the face of the file
jacket for an indication that it is filed under 35 U.S.C. 371 and
should also check the application papers for the presence of
Form PCT/DO/EQ/903. If neither of these indications are
present the application may, in the absence of evidence to the
contrary (there is an indication in the originally filed application
papers that processing as a national stage is desired), be treated
as a filing under 35 U.S.C. 111. Thaus, if both indications are
present the application should be treated as a filing under 35
U.S.C.371. Ifthe face of the file jacket does not indicate a filing
under 35 U " .C. 371, but a properly completed Form PCT/DO/
EO/903 is in the file, the examiner should complete the face of

" the file by adding “filed under 35 U.S.C. 371" in the upper left

margin thereof. The examiner should initial and date this change.
If the file wrapper does not include a properly completed Form
PCT/DOMEQ/903 but the face of the file indicates a filing under
35U.5.C. 371, the application should be retumed to the DO/EQ
Section of the International Division for certification that the
application has been accepted for the national stage.
Inaccordance with the notice at 10770G 13 (14 April 1987)
if the applicant files a U.S. national application and clearly
identifies in the accompanying oath or declaration the specifi-
cation to which it is directed by referring to a particular interna-
tional application by PCT Serial Number and International
Filing Date and that be or she is executing the declaration as, and
seeking a U.S. Patent as, the inventor of the invention described
in the identified international application then the application
will be accepted as filed under 35 U.S.C. 371. Merely claiming
priority of an international (PCT) application in an oath or
declaration will not serve (o indicate 3 filing under 35 U.S.C.

" 371. Also, if there are any conflicting instructions as to whether

the filing is under 35 US.C. 111 or 35 US.C. 371 the
application will be accepted as filed under 35 U.S.C. 111.
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1893.03(b) The filing date of 2 U.S. National Stage
Application [R-15] '

An international application designating the U.S. has two
stages (international and national) with the filing date being the
same in both stages. Often the date of entry into the national
stage is confused with the filing date. It should be borme in mind
that the filing date of the international stage application is also
the filing date for the national stage application. Specifically, 35
U.S.C. 363 provides that

Aninternational application designating
the United States shall have the effect,
from its international filing date under
article 11 of the treaty, of a national
application for patent regularly filed in
the Patent and Trademark Office except
as otherwise provided in section 102(e)
of this title.

Similarly, PCT Article 11(3) provides that

... an international filing date shall have
the effect of a regular national applica-
tion in each designated State as of the
international filing date, which date shall. -
be considered to be the actual filing date
in each designated State.

37 CFR 1.496(a), first sentence, reads “International appli-
cations which have complied with the requirements of 35
U.S.C. 371(c) will be taken up for action based on the date on

- which such requirements were met.” Thus, when the face of the

file jacket is printed and pasted to the face of the U.S. national
stage application file, the information is read from the PALM
data base and the information printed in the filing date box is the
date of entry into the national stage rather than the actal
international filing date. See the preceding Sample-National
Stage Filing Under 35 U.S.C. 371 wherein the face of the file of
national stage application serial number 07/XXX, XXX is shown
with the date of entry into the national stage (11/08/91) shown
in the FILING DATE box and the true U.S. filing date (01/10/
90) is indicated just to the right of the international application

-serial number (PCT/EP90/XXXXX) in the FOREIGN/PCT

APPLICATIONS block.

1893.03(c) The priority date, priority claim and
priority papers for, a U.S. National Stage
Application [R-15]

A U.S. national stage application (filed under 35 U.S.C.
371) may include a claim under 35 U.S.C. 119 or 120 for benefit
of the filing date of a prior application or applications. See also
35U.8.C. 365.
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Priority Claim Under 35 U.S.C. 119

A national stage application which includes a priority claim
under 35 U.S.C. 119 must refer 0 a priority application the
priority of which was also claimed in the international applica-
tion. If the 35 U.S.C. 119 priority claim is to an application the
priority of which was properly claimed in the international
application, the claim for priority is acknowledged and checked
for compliance with the other requirements of 35 U.S.C. 119
(e.g. the certified copy as discussed below).

If the 35 U.S.C. 119 priority claim in the national stage
application is to an application the priority of which was not
claimed in the international application, the claim for priorify
must be denied for failing to meet the requirements of the Patent
Cooperation Treaty, specifically PCT Rule 4.10.

Applicants are quite often confused as to the true filing date
and will ask for corrected filing receipts thinking that the
information thereon is wrong. This explanation should offer
some clarity. For all legal purposes, the filing date is the PCT
intemnational filing date. The date of actual entry into the
national stage is otherwise the date provided in the PALM
systemn. Any issued patent will have all of the relevant dates
listed.

For a comparison with 35 U.S.C. 119 priority claims in a
national application filed under 35 U.S.C. 111 see MPEP
§ 1895.01.

The 35 U.S.C. 119 Certified Copy

The requirement for a certified copy of the priority applica-
tion is normally fulfilled by applicant providing a certified copy
to the Receiving Officeor to the International Bureay within 16
months from the priogity date and subsequently, the Interna-
tional Bureau forwarding a photocopy of the certified priority

_ document when it forwards a copy of the international applica-

tion (shortly after publication at 18 months from the priority
date) to each designated office. The copy from the International
Bureau is placed in the U.S. national stage file. The International
Bureau stamps the face of the photocopy of the certified priority
document with an indication that the certified priority document
was received at the International Burean. The stamped copy of
the priority document sent to the U.S. DO/EO from the Intema-
tional Bureau is accepiable to meet the certified copy require-
ment of 35 U.S.C. 119. Note the example of an acceptable
priority document with the stamp (box) in the upper right hand
section indicating receipt by the International Bureau (WIPO)
on 30 November 1992 and the stamped term “PRIORITY
DOCUMENT".

If applicant has not forwarded a certified copy of the priority
application in time for the International Bureau to forward it to
the U.S. designated Office with the copy of the international
application, then applicant will have to provide a certified copy
of the priority document during the national stage to fulfill the
requirement of the second paragraph of 35 U.S.C. 119,
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A national stage application may include a priority claim
under 35 U.S.C. 120 to a prior U.S. national application or to a
prior international application designating the U.S. The condi-
tions for according benefit under 35 U.S.C. 120 are as described
in MPEP § 201.07, § 201.08 & § 201.11 and are similar
regardless of whether the U.S. national application is a national
stage application filed under 35 U.S.C. 371 or a national
application filed under 35 U.S.C. 111.

For a national stage application (of international application
“X™) to obtain benefit under 35 U.S.C. 120 of a prior U.S.
national application, the international application (“X") must
include an appropriate reference in the Request to the prior U.S.
national application, be copending with the prior U.S. national
application and have at least one inventor in common with the
prior U.S. national application, MPEP § 201.11. The prior U.S.
national application is copending with the national stage appli-
cation if the prior U.S. national application was pending on the
international filing date. The appropriate reference in the Re-
quest must identify the parent application and include an indi-
cation that it is a continuation or continuation-in-part of the
earlier U.S. application, PCT Rule 4.14. If the Request does not
include the appropriate reference that it is a continuation or
continuation-in-part of the earlier U.S. application as required
by PCT Rule 4.14, applicant may request waiver of the require-
ments of PCT Rule 4.14 via a petition under 37 CFR 1.183,
Petitions under 37 CFR 1.183 for waiver of the PCT Rule 4.14
requirements are decided by the Office of Special Program
Examination. In order for the examiner to determine if the
intemational application meets the above noted reguirements,
the examiner should review the copy of the Request form in the
national stage application file. If the copy is not in the file, the
International Division may obtain a copy from the International
Bureau.

Ifanational stage application includesa priority claim under
35 U.S.C. 120 to a prior international application, the examiner
must ascertain whether (1) the international application was
copending (not abandoned or withdrawn) with the U.S. national
stage application claiming benefit under 35 U.S.C. 120, and (2)
the prior international application designated the U.S.

Note, a national stage application filed under 35 U.S.C. 371
may not claim benefit of the filing date of the international
application (of which itis the national stage) since its filing date
is the date of filing of that international application, see also

' MPEP § 1893.03(b). Stated differently, since the international

application is not an earlier application (it has the same filing
date as the national stage) a priority claim in the national stage
to the international application is inappropriate.

1893.03(d)Unity of Invention [R-15]

37 CFR 1.499 Unity of Invention during the national stage

If the examiner find that a national stage application lacks unity of
invention under § 1.475, the examiner may in an Office action require
the applicant in the response ¢o that action to elect the invention to
which the claitns shall be restricted. Such requirement may be made
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before any action on the merits but may be made at any time before the
final action at the discretion of the examiner. Review of any such
requirement is provided under §§ 1.143 and 1.144.

[Amended, 58 FR 43385, Jan. 14, 1993, effective May 1, 1993]

PCT Rule 13 was amended effective 01 July 1992. 37 CFR
1475 was amended effective 01 May 1993 to correspond to
PCT Rule 13.

Examiners are reminded that unity of invention (not restric-
tion) practice is applicable in international applications (both
Chapter I and II) and in national stage (filed under 35 U.S.C.
371) applications. Restriction practice continues (o apply to
U.S. national applications filed under 35 U.S.C. 111.

When making a lack of unity of invention requirement the
examiner must (1) list the different groups of claims and (2)
explain why each group lacks unity with each other group (i.e.,
why there is no single general inventive concept) specifically
describing the unique special technical feature in each group.

The principles of unity ofinvention are used to determine the
types of claimed subject matter and the combinations of claims
to different categories of invention that are permitied to be
included in a single international or national siage patent appli-
cation. The basic principle is that an application should relate to
only one invention or, if there is more than one invention, that
applicant would have a right to include in a single application
only those inventions which are so linked as to form a single
general inventive concept.

A group of inventions is considered linked to form a single
general inventive concept where there is a technical relationship
among the inventions that involves at least one common of
corresponding special technical feature. The expression “spe-
cial technical features” is defined as meaning those technical
features that define the contribution which each claimed inven-
tion, considered as a whole, makes over the prior art. For
example, a corresponding technical feature is exemplified by a
key defined by certain claimed structural characteristics which
correspond to the claimed features of a lock to be used with the
claimed key. Note also examples 1-17 of Annex B Part 2 of the
PCT Administrative Instructions as amended 01 July 1992
contained in Appendix Al of the MPEP.

A process is “specially adapted” for the manufacture of a
product if the claimed process inberently produces the claimed
product with the technical relationship being present between
the claimed process and the claimed product. The expression
“specially adapted” does not imply that the product could not
also be manufactured by a different process.

An apparatus or means is “specifically designed” for carry-
ing out the process when the apparatus or means is suitable for
carrying out the process with the technical relationship being
present between the claimed apparatus or means and the claimed
process. The expression “specifically designed” does not imply
that the apparatus or means could not be used for carrying out
another process, nor does it imply that the process could not be
cartied out using an altemative apparatus or means.

Note, the determination regarding unity of invention is made
without regard to whether a group of inventions is claimed in
separate claims or as altematives within a single claim. The
basic criteria for unity of invention are the same, regardless of
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the manner in which applicant chooses to draft a claim or claims.

1893.03(¢) Papers received from the International
Bureau and placed in a U.S. National
Stage Application File [R-15]

The national stage application includes papers forwarded by
the International Bureau and papers from applicant. Some of the
papers from the International Bureau are identified in this
section with a brief note as to their importance to the national
stage application. The examiner should review each such paper
and the important aspect indicated. .

The Pamphlet

The Pamphlet includes (1) a cover page with the applicant/
inventor data, the application data (serial number, filing date,
etc.) and the Abstract (and, if appropriate, a figure of drawing),
(2) the description, claims and drawing parts of the international
application, and (3) the search report (Form PCT/ISA/210). The
cover page is important as a source of the correct application
data, most importanty the filing date and priority date accorded
to the international application. The description, claims and
drawing parts of the international application reflect the appli-
cation subject matier on the international filing date and are

important for comparison with any amendments to check for -

new matter. The search report reflects the International Search-
ing Authority’s opinion regarding the prior art.

The International Preliminary Examination Report

If the international application underwent preliminary ex-
amination, the International Preliminary Examination Report
(Form PCT/IPEA/409) reflects the International Preliminary
Awnthority’s non-binding opinion regarding novelty, inventive
step and industrial applicability. The examiner may adopt any
portion or all of this opinion upon consideration in the national
stage so long as itis consistent with U.S. practice. The examiner
should comment upon the Report in the first Office actionon the
merits to reflect that the Report has been considered. The
comment may be a mere acknowledgement.

The Priority Document
See the discussion in MPEP § 1893.03(c).
Notification of Withdrawal (PCT/IB/307)

If the national stage application papers include a notification
of withdrawal, the examiner must check the date of receipt of the
35U.8.C. 371 requirements (the “371 date") on Form PCT/DO/
EO/903 to be sure that the 371 date is not later than the date of
withdrawal. If it is later, the national stage application must be
returned to the Legal Staff of the International Division for a
decision regarding the propriety of entry into the national stage.
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1893.03(f) Drawings and PCT Rule 11 [R-15]

The drawings for the national stage application must comply
with PCT Rule 11. The copy of the drawings provided by the
Intemational Burean has already been checked and should be in
compliance with Rule 11. Accordingly, the drawing provided
by the International Bureau should be acceptable. Sometimes,
applicant submits a drawing for use in the national stage
application and a check will be made by the Official Draftsman.
The Official Draftsman may not impose requirements beyond
those imposed by the Patent Cooperation Treaty (e.g. PCT Rule
11). The examiner does indeed have the authority to require new
or more acceptable drawings if the drawings were published
without meeting all requirements under the PCT for drawings.
Unless the applicant requests the use of drawings which he or
she has submitted, the drawings to be employed in the national

stage are those which are a part of the Article 20 communication.

1893.03(g) Information Disclosure StatementIna
National Stage Application [R-15]

An extensive discussion of Information Disclosure State-
ment practice is to be found in MPEP § 609. Although not
specifically stated therein, the duty to disclose information
material to patentability as defined in 37 CFR 1.56 is placed on
individuals associated with the filing and prosecution of the
application in the same manner as for a domestic national
application. The declaration requires the same averments with
respect to the duty under 37 CFR 1.56.

A common inquiry is whether applicants, who atiempt to
satisfy that duty through the use of Information Disclosure
Statements (37 CFR 1.97 and 1.98) are under the same duty to
explain relevance, cite documents, and/or provide copies of
cited documents. The inquiry stems from the fact that most

- international applications will have bad an international search

and/or examination performed and copies of the search report,
examination report and references are perceived as available to
the examiner in the national stage application. This perception
is not true. But for a Trilateral exchange program between the
U.S., the Japanese Patent Office (JPO), and the Ewropean Patent
Office (EPQ), the examiner would not have any of the cited
references available to him/her. Even under the program, the
certainty that the references are provided is limited by the
efficiency of those regponsible for the implementation of the
program. It is sufficient to say that in a significant number of
instances, the references are not provided from other interna-
tional anthorities. Applicants are therefore encouraged (o make
no assumptions regarding the examiner having the references
available. Steps will be taken to address the need to supply
copies of references in all instances in the national stage after a
detailed evaluation of the entire national stage practice.

For the present, the Information Disclosure Statement should

. beaccompanied by copies of references and either a copy of the

English language search report or a translation thereof into

- English if published in a foreign language.

-
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1895 A Continuation or Continuation-in-part
Application of a PCT Application Designat-
ing the United States [R-15]

It is possible to file a U.S. national application under 35
U.S.C. 111 during the pendency (prior to the abandonment) of
an international application which designates the United States
without completing the requirements for entering the national
stage under 35 U.S.C. 371(c). The ability to take such action is
based on provisions of the United States patent law. 35 U.S.C.
363 provides that “An international application designating the
United States shall have the effect, from its international filing
date under article 11 of the treaty, of a national application for
patent regularly filed in the Patent and Trademark Office....” 35
U.S.C. 371(d) indicates that failure to timely comply with the
requirements of 35 U.S.C. 371(c) “shall be regarded as
abandonment...by the parties thereof...”. Itis therefore clear that
an international application which designates the United States
has the effect of a pending U.S. application from the interna-
tional application filing date until its abandonment as to the
United States. The first sentence of 35 U.S.C. 365(c) specifi-
cally provides that “In accordance with the conditions and
reguirements of section 12() of this title,... a national application
shall be entitled to the benefit of the filing date of a prior
international application designating the United States.” The
condition of 35 U.S.C. 120 relating to the time of filing requires
the later application to be “filed before the patenting or abandon-
ment of or termination of proceedings on the first applica-
tion...”. The filing of continuations and continuations-in-part of
a PCT application designating the U.S. was used primarily in
instances where there was difficulty in obtaining a signed oath
or declaration by the expiration of the time for entry into the
national stage. Since applicants are now notified of missing or
defective oaths or declarations and/or translations, and are given
a time period to respond which is extendable under 37 CFR
1.136(a), the use of this practice may well diminish,

A continuing application under 35 U.S.C. 365(c) and 120
must be filed before the abandonment or patenting of the prior
application.

1895.01 Handling of and Considerations In the
Handling of National Applications Under
35 U.S.C. 371 and 35 U.S.C. 111 Continu-
ations and Continuations-In-Part of a PCT
Application [R-15]

A national application can be either a national stage appli-
cation filed under 35 U.S.C. 371 or a national application filed
under 35 U.S.C. 111.

NATIONAL APPLICATIONS SUBMITTED UNDER 35
US.C. 371

These applications are the result of an international applica-
tion filed under the PCT entering the national stage in the United
States. They are called national stage applications. The national
stage application papers are placed in adomestic application file
wrapper and the phrase “FILED UNDER 35 U.S.C. 371" is
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stamped on the front of the file wrapper. In addition, a “Notifi-
cation of Acceptance of Applicationunder 35U.S.C. 371 and 37
CFR 1494 or 1.495" (Form PCT/DO/EO/903) is placed in the
file. .
A typical time line involving an international and a national
stage application is illustrated as follows:
0 months 12 18
{
Priosity
Applu Filed

200r 30

I i l l
IntT Appln Filed Int1Appln  Nat. Stage Appln Patent
(Iot' Filing Date)  Published 35 USC 371 Issues
(8 102(e) date)

Although the illustrated time line is typical, there is no
requirement that there be a priority application, nor is there any
requirement that the national stage application be filed afier the
international application is published.

National stage applications submitted under 35 U.S.C. 371
are treated differently in certain respects than national applica-
tions-filed under 35 U.S.C. 111. The following examples in-
volve situations where treatment of 35 U.S.C. 371 applications
differs from treatment of 35 U.S.C. 111 applications:

1.FILINGDATE AS APPLICANT'SDATE OF INVENTION

By virtue of 35 U.S.C. 363, the U.S. filing date of a national
stage application is the international filing date (the filing date
of the international application) for the purpose of determining
whether information is prior art (i.e., has an effective date)
relative to the invention claimed in the national stage applica-
tion. The date which appears in the “filing date” box on the front
of the file wrapper of a national stage application, however, is
the date on which the requirements of 35 U.S.C. 371(c) were
complied with, and typically is not the same as the international
filing date of the application. The international filing date is the
critical date for determining whether or not 2 particular refer-
ence is available as prior art against the application. The inter-
national filing date will appear next to the international applica-
tion number in the “FOREIGN/PCT APPLICATIONS" section
on the file wrapper label and in the “Notification of Acceptance
of Application under 35 U.S.C. 371 and 37 CFR 1.494 0r 1.495”
(Form PCT/DO/EO/S03).

2.35U.S.C. 119 PRIORITY IN NATIONAL STAGE APPLI-
CATION

The filing date of a national stage application is the interna-
tional filing date. Therefore, a foreign priority claim is proper if
(a) a claim for foreign priority was made in the international
application, and (b) the foreign application was filed within 12
months prior to the international filing date (assuming that the
other conditions of 35 U.S.C. 119 are satisfied). The examiner
should acknowledge the priority claim and priority document in
the next Office action and on the file wrapperasinany 35 U.S.C.
119 situation, if appropriate.

3. PRIORITY DOCUMENT
In national stage applications, a photocopy of the priority
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dacument is received from the International Burean and placed
in the national stage application file. This copy of the priority
document is sufficient to satisfy the requirement of 35 U.S.C.
119 that a certified copy be provided. The copy received from
the International Bureau bears a “WIPQO” stamp. If a copy of the
priority document is not in the national stage application file, the
examiner should consult the Group's Special Program Exam-
iner.

4. UNITY OF INVENTION

Restriction practice in both intemational and national stage
applications is determined under unity of invention principles as
setforth in 37 CFR 1.475 and 1.499. Restriction practice under
35 U.S.C. 121, as it applies to national applications submitted
under 35 U.S.C. 111, is not applicable to either international or
national stage applications. However, a continuing application
claiming benefit under 35 U.S.C. 365(c) to an international
application or to a national stage application is not a national
stage application and therefore, the restriction practice under 35
U.S.C. 121 is applicable.

5. FILING DATE FOR PRIOR ART PURPOSES UNDER 35
U.S.C. 102(e)

Once a patent issues from a national stage application, the
filing date for prior art purposes under 35 U.S.C. 102(e) is not

the international filing date, but is the date on which the - . . ..

requirements of 35 U.S.C. 371(cX1), (2) and (4) were met (copy
of the international application with any necessary translation,
national fee and oath or declaration were filed). The 35 U.S.C.
102(e) date for prior art purposes is listed on the first page of the
patent. An applicant may establish a filing date for prior ast
purposes under 35 U.S.C. 102(e) by satisfying the requirements
of 35 U.S.C. 371 long before the expiration of 20 or 30 months
from the priority date. However, as the intemational application
is usually published approximately 18 months from the priority
date, this publication generally will have an earlier date for prior
art purposes than the 35 U.S.C. 102(e) date of the U.S. patent.
A copy of the published international application can be ob-
tained through the Foreign Patents Section of the Scientific and
Technical Information Center (STIC). The publication number
and publication date appear on the first page of the patent.

CONTINUATION, CIP OR DIVISION OF
INTERNATIONAL APPLICATION

Rather than filing a national stage application, a continving
application (i.e., continvation, C-I-P, or division) under 35
U.S.C. 111 of the international application may be filed. Pursu-
ant to 35 U.S.C. 365(c), a regular national application filed
under35U.S.C. 111 and 37 CFR 1.53 (not 37 CFR 1.60 0r 1.62)
may claim beaefit of the filing date of an international applica-
tion which designates the United States.
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A typical time line involving a continuing application filed
during the pendency of an intemnational application is illustrated
as follows: :

0 months 12 20 oz 30
¥ 1 1
Priority Appln Filed IntT Appln Filed IntT Appln Abandoned
US Designated rm———
suscin

Coatinuing Appla Filed

The continuing application must be filed before the interna-
tional application becomes abandoned as to the U.S. as set forth
in 37 CFR 1.494 and 1.495. An appropriate sentence (such as
“This is a continuation of International Application PCT/EPY)/
00000, with an international filing date of January 4, 1990, now
abandoned.”) muyst appear at the beginning of the specification.
Inaddition, all other conditions of 35 U.S.C. 120 (such as having
at least one common inventor) must be satisfied. A copy of the

. international application (and an English translation) may be

required by the examiner to perfect the claim for benefit under
35 U.S.C. 120 and 365(c) if necessary, for example, where an
intervening reference is found and applied in a rejection of one
of more claims.

A claim for foreign priority under 35 U.S.C. 119 must be
made in the continuing application in the same manner as in a
national stage application. In the same manner as with a national
stage application, a foreign priority claim is properif (1) aclaim
for foreign priority was made in the international application,
and (2) the foreign application was filed within 12 months prior
to the international filing date. A certified copy of any foreign
priority document must be provided by the applicant if the
parent international application has not entered the national
stage under 35 U.S.C. 371 (the photocopy received from the
International Bureau cannot be used). If the parent international
application has entered the national stage under 35 U S.C. 371,
the applicant, in the continuing application, may state that the

. priority document is contained in the national stage application.

35U.8.C. 119 PRIORITY CLAIM TO
INTERNATIONAL APPLICATION IN 35 US.C. 111
NATIONAL APPLICATION

An application filed under 35 U.S.C. 111 may make a claim
for foreign priority under 35 U.S.C. 119 w an international
application which designates at least one country other than the
United States (the U.S. may also be designated). 35 U.S.C.
365(c). In this situation, applicant must file a certified copy of
the international application in the application filed under 35
U.S.C. 111 and the applicant must satisfy all other requirements
of 35 US.C. 119. A typical time line for this situation is
illustrated as follows:

0 moaths 12
] ]
1a¢1 Appla Filed f
35 USC 111 Appln Filed

‘The examiner should acknowledge the priority claim and
priority document in the next Office action and on the file
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wrapper as in any 35 U.S.C. 119 situation, if appropeiate.

1896 The differences between (1) a National
Application filed under 35 U.S.C. 111 and (2)
a National Stage Application under
35 US.C. 371 [R-15]

The following section describes the differences between a
U.S. national application filed under 35 U.S.C. 111, including
those claiming benefit of a PCT application under 35 U.S.C. 120
(a continuation or a continvation-in-part of a PCT applica-
tion), and a U.S. national stage application (filed under 35
U.S.C. 371). )

Chart of Some Common Differences

National Applications National Stage
(filed undes 35 USC 111) Applications (filed
under 35 USC 371)
Filing Date Depesit date in USPTO Internations! filing
of specification, & claim date of PCT
and any necessary drawing application
in the name of the inventos(s)
Effective Date "US filing date Deposit date in
a1 & refezence USPTOof the 35USC
(35 USC 102(¢)) 371(cX1),(2) and (4)
- “requiréments’ =~
35 USC 119 Priority; Claim & ceriified copy Certified copy
Requirement provided by spplicent provided by WIPO,
claim by applicant
Unity of Invention | US geswriction practice Unity of invention
practice under
37CFR 1.499
Filing Fees 37CFR 1.16 37CFR 1.492
Reference to Atteched application, US Seme &s in a 35 USC
Application in Segiel No., ete. 111 filing or may
Declaation refer to the inter-
national application
Copendency with | Applicam provides proof Not an issue
International
Applicstion

The differences between a national application filed under

35U.S.C. 111 and a national stage application filed under 35

U.S.C. 371 are ofien subile, but the differences are important.

Eiling Date The filing date of a 35 U.S.C. 111 application is the
date when PTO receives a specification, claims and any draw-
ings filed in the name of the inventors.
The filing date of a PCT international application is the date
applicant satisfies Article 11 requirements, i.e., includes a
specification, claims, U.S. residency or nationality, prescribed
language, designation of a contracting state and names of the
applicant.

In this regard note that 35 U.S.C. 363 provides that,

An international application designating the United States
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shall have the effect, from its mmanonal filing date under

article 11 of the treaty, of a national application for patent

regularly filed in the Patent and Trademark Office except as
otherwise provided in section 102(e) of this title. ,

Similarly, PCT Article 11(3) provides lhat

.. an international filing date shall have the effect of a
regular national application in each designated State as of the

international filing date, which date shall be considered tobe the

actual filing date in cach designated State.

Effective Date as arefercnce Whena U.S. national application
filed under 35 U.S.C. 111 becomes a U.S. patent, its effective
date as a prior art reference against a pending application is its
filing date, see 35 U.S.C. 102(e). When a U.S. national stage
application filed under 35U.S.C. 371 becomes a U.S. patent, its
effective date as a prior art reference against a pending applica-
tion is the date applicant fulfilled the requirements of 35 U.S.C.
371(c)(1)(the basic national fee), (c)(2)(copy of the intema-
tional application and a translation into English if filed in
another language), and (c){(4)(an oath or declaration of the
inventor), see 35 U.S.C. 102(e).

35U.8.C. 119 Priogity Reguirements The certified copy of the
priority application must be provided to the Office by applicant
inaU.S. national application filed under 35 U.S.C. 111. Where
applicant filed an international application claiming peiority to
an earlier filed national application, the certified copy of the
priority application is required to be provided to the Interna-
tional Bureau by applicant during the intemational stage. The
International Bureau (WIPO) then sends a copy of the certified
copy of the priority application to each designated office for
inclusion in the national stage application. A U.S. national stage
application filed under 35 U.S.C. 371 will have a photocopy of
the priority document with the first page stamped by the Inter-
national Burean to indicate that it is a priority document re-
ceived by WIPO and the date of such receipt (24 Sep 1990), see

-
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: ,theexanmle Suchapbotocdpymweeptablemavs nauonal -
kmgeapphcmwmeetthe?ssusc 119 requirement for a

certified copy of the priority document. If the photocopy is
missing from the national stage application file either the
document has been misplaced or it was not provided due to a
defect in priority during the international stage. If the priority
claim was not in accordance with PCT Rule 4.10 or the priority
document was not provided in accordance with PCT Rule 17,
the photocopy of the priority document will not have been
provided by the Intemational Burean. -

unmﬁny_gnmm us. nauonal apphcauons filed under 35
U.S.C. 111 are subject to restriction practice in accordance with

37 CFR 1.141-1.146, see MPEP § 803. U.S. national stage
applications filed under 35 U.S.C. 371 are subject (o unity of
invention practice in accordance with 37 CFR 1475 & 1.499
(effective 01 May 1993).

Filing Fees U.S. national applications filed under 35U.S.C. 111
are subject to the national application filing fees set forth at 37
CFR 1.16.U.S. national stage applications filed under 35 U.S.C.
371 are subject to the national stage fees prescnbed at37CFR
1.492.

Reference 1o application in declaration Applicant’s oath or
declaration is required to identify the specification to which it is
directed (37 CFR 1.63(a}(2)). The specification may be identi-

fied in a U.S. national application filed under 35 U.S.C. 111by - - ---

reference to an aftached specification or by reference to the
serial number and filing date of a specification previously filed
in the Office. MPEP § 601.01 gives the minimuin requirements
for identification of the specification. U.S. national stage appli-
cations filed under 35 U.S.C. 371 may identify the specification
(in the oath or declaration) in the same manner as applications
filed under 35 U.S.C. 111 and in addition may identify the
specification by reference to the serial number and filing date of
the international application.
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