B Appendix R - Patent Rules
‘Title 37 - Code of Federal Regulations
Patents, Trademarks, and Copyrights

CHAPTER 1 - PATENT AND TRADEMARK
OFFICE, DEPARTMENT OF COMMERCE

SUBCHAPTER A - GENERAL

PATENTS

Part

1 Rules of practice in patent cases

3 Assignment, Recording and Rights of Assignee

5 Secrecy of cenain inventions and licenses to export and file
applications in foreign countries

7 Register of Government interests in patents

Index I - Rules relating (o pateats

PRACTICE BEFORE THE PATENT AND
TRADEMARK OFFICE

10 Representation of others before the Patent and Trademark
Office
Index III - Rules relating to practice before the Patent and
Trademark Office
15 Sesvice of Process
15a Testimony by Employees and the Production of Documents
in Legal Proceedings

SUBCHAPTER C - PROTECTION OF
FOREIGN MASK WORKS

150 Reguests for Presidential proclamations pursuant to 17
U.S.C. 902(a)X2)

SUBCHAPTER A - GENERAL

PART 1 - RULES OF PRACTICE IN
PATENT CASES

Subpart A - General Provisions

GENERAL INFORMATION AND CORRESPONDENCE

Sec

1.1 All communications to be addregsed to the Commisgioner of
Patents and Trademerks.

1.2 Business to be transacied in writing.

1.3 Business (o be conducted with decorum and courtesy.

1.4 Nuwee of correspondence.

1.5 Identification of application, patent of registration.

1.6 Receipt of letters and papers.

1.7 Times for taking action; enpization oo Saturday, Sunday, or Federal
boliday.

1.8 Certificate of mailing.

1.9 Definitions.
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1.1¢ Filing of pepers end foes by “Express Mail™ with cestificate.

RECORDS AND FILES OF THE PATENT AND TRADEMARK
OFFICE

1.11 Files open to the public.

1.12 Assignsment recoeds opsh o public inspection.

1.13 Copies end cestified copies.

1.14 Petent spplications preserved in secrecy.

1.15 Reguests for identifisble records.

FEES AND PAYMENT OF MONEY
1.16 National spplicstion filing fess.
1.17 Patent spplicstion processing fees.
1.18 Patent izsue fees.
1.19 Document supply fees.
1.20 Post-issuance fess.
1.21 Miscellanecus fees and charges.
1.22 Fees paysble in advance.
1.23 Method of payment.
1.24 Coupons.
1.25 Deposit accounts.
1.26 Refunds.
1.27 Statement of status as zmasll entity,
1.28 EBffect ou fees of feilure to estsblish status, or change status, ss 8
small entity.

Subpart B - National Processing
Provisions

PROSECUTION OF APPLICATION AND APPOINTMENT OF
ATTORNEY OR AGENT

1.31 Applicants may be represented by aregistered attorney or ageat.

1.32 [Reserved]

1.33 Correspondence reapecting patent epplications, reexamination
froceedings, and other peoceedings.

1.34 Recogeition for representation.

1.36 Revocation of powes of attomey or authorization; withdrawal of
atforuey of agent.

WHO MAY APPLY FOR A PATENT
1.41 Applicant for petent.
1.42 When the inveantor is dead.
1.43 Wken the inventor is insane of legally incapacitated.
1.44 Proof of suthority.
1.43 Joint inventors.
1.46 Assigned inventions and patents.
1.47 Filing when an inventor refuses (0 sign or cennot be reached.
1.48 Correction of inventorship.

THE APPLICATION
1.51 General requisites of an epplicetion.
1.52 Language, paper, writing, margins.
1.53 Serial number, filing date, and completion of application.
1.54 Pasts of application to be filed together; filing receipt.
1.58 Claim for foreign peiority.
1.56 Duty o disclose information meterial to patentability.
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1.57 [Reserved]

1.8 Chemical and mathematical formulas end tables.

1.59 Papers of spplication with filing date not (o be returned.

1.60 Continuation or divisional spplication for invention disclosed in
& prior application.

1.61 [Reserved]

1.62 File wrapper continving procedure.

OATH OR DECLARATION
1.63 Qath or declaration.
1.64 Person making ceth or decleration.
1.66 Officers suthorized to edminister caths.
1.67 Supplemental oath or decleration.
1.68 Declagation in lies of oath.
1.69 Foreign languege oeths sad declerstion.
1.70 [Reserved]

SPECIFICATION
1.71 Detailed description snd specification of the invention.
1.72 Tite end ebstract.
1.73 Summasy of the invention.
1.74 Reference to drawings.
1.7§ Claim(s).
1.77 Amngement of spplication clements.
1.78 Claiming benefit of esrlier filing date and cross-references to
1.79 Reserveiion clavses not permitied.

THE DRAWINGS
1.81 Drewings required in patent spplication.
1.83 Content of drawing.
1.84 Standerds for drawing.
1.85 Corvections to drawings.
1.88 Use of old drawings.

MODELS, EXHIBITS, SPECIMENS
1.91 Models not genesally required a8 part of application or patent.
1.92 Model or exhibit may be required.
1.93 Specimens.
1.94 Reurmn of medels, exhibits or gspecimens.
198 Copies of exhibits.

1.96 Submission of computer program listings.

INFORMATION DISCLOSURE STATEMERT
1.97 Filing of information disclosuwe statement.
198 Content of information disclosure statement.
199 [Reserved)

EXAMINATION OF APPLICATIONS
1.101 Ogrder of exumination.
1.102 Advencement of exemination.
1.103 Suspension of ection.
1.104 Nature of examination; examiner's ection.
1.105 Completeness of examiner’s action.
1.106 Rejection of claims.
1.107 Citation of references.
1.108 Abandoned applications not cited.
1.109 Reasons for allowance.
1.110 Inventorship and date of invention of the subject mattes of
individual cleims.

ACTION BY APPLICANT AND FURTHER CONSIDERATION
1.111 Reply by spplicent or patent owner.
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1.112 Recoasideration.
1.113 Fioal rejection or action.

AMENDMENTS
1.118 Amendments
1.116 Amendments aftee finsl actioa.
1.117 Amendmeat end revision required.
1.118 Amendment of disclosure.
1.119 Amendment of cleims.
1.121 Monner of meking amendments.
1.122 Entry sad comideration of umendments.
1.123 Amendments o e drawing.
1.124 Amendment of umendments.
1.125 Substituie specificatin.
1.126 Numbezing of claims.
1.127 Petition from refusal to admit amendment.

AFFIDAVTTS OVERCOMING REIECTIONS
1.131 Affidavit or declimetion of prior inveation to overcome cited
petent or publicstion,
1.132 Affidavits or declarations traveruing grounds of rejection.

INTERVIEWS
1.133 Interviews.

TIME FOR RESPONSE BY APPLICANT; ABANDONMENT OF
APPLICATION

1.134 Time period for response o an Office sction.

1.135 Abandomment for feilure to respoad within Ume period.

1.136 Filing of timely responses with petition end fee for extension of
time end extensions of time for cause.

1.137 Revivel of abandoned spglication.

1.138 Enpress sbandonment.

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION
1.141 Different inventione in one sational application.
1.142 Reguirement for restriction.
1.143 Recongiderstion of requirement.
1.144 Petition from requirement for restriction.
1.145 Subseguent presentation of claims for different invention.
1.146 Election of spacies.

DESIGN PATENTS
1.151 Rules applicable.
1.152 Drawing.
1.153 Title, description and claim, oath or declarstion.
1.154 Asrangement of specificetion.
1.155 Issue and term of design patents.

PLANT PATENTS
1.161 Rulss sppliceble.
1.162 Applicamt, oath or declarstion.
1.163 Specification.
1.164 Claim.
1.165 Drswings.
1.166 Specimens.
1.167 Exeminstion.

REISSUES
1.171 Applicstion for reissue.
1.172 Applicants, assigness.
1.173 Specification.
1.174 Deawings.
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1.175 Reissue oeth or declasetion.
1.176 Exzaminstion of reissue.
1.177 Reissue in divisions.

1.178 Origins! patent.

1.179 Notice of reissue spplication.

PETITIONS AND ACTION BY THE COMMISSIONER
1.181 Petition to the Commissiones.
1.182 Questions not specifically provided for.
1.183 Suspension of rules.
1.184 Reconsidezstion of cases decided by former Commissioners.
APPEAL TO THE BOARD OF PATENT APPEALS AND
INTERFERENCES
1.191 Appeal to Board of Patent Appeels and Interferences.
1.192 Appellant’s brief. ~
1.193 Exeminer's answer.
1.194 Ore! beering.
1.195 Affidavits or declerations afier eppeal.
1.196 Decision by the Board of Patent Appeels end Interferences.
1.197 Action following decision.
. 1.198 Reopening efter decision.

MISCELLANEQUS PROVISIONS
1.248 Service of papers; manner of sexvice; proof of eervice in cases
other than interferences.

PROTESTS AND PUBLIC USE PROCEEDINGS

1.291 Protests by the public sgeinst pending epplications.

1.292 Public use proceedings.

1.293 Statutory invention registretion.

1.294 Examinstion of request for publication of e statutory invention

registration and patent application to which the request is directed.

1.295 Review of decision finally refusing to publish a statutory
invention registration.

1.296 Withdrawel of reguest for publication of statutory invention
registration.

1.297 Publication of statutory invention registration.

REVIEW OF PATENT AND TRADEMARK OFFICE
DECISIONS BY COURT
.1301 Appes! o U.S. Court of Appeals for the Federal Circuit.
1.302 Notice of appeal.
1.303 Civil action under 35 U.S.C. 145, 146, 306.
1.304 Time for appesl or civil actios.

ALLOWANCE AND ISSUE OF PATENT
1.311 Notice of Allowance
1312 Amendments afier ellowance.
1.313 Withdrawal from issue.
1.314 Issusnce of pateat.
1.315 Delivery of petent.
1.316 Application abandoned for failure to pay issue fee.
1.317 Lapsed patents; delayed peyment of belance of issue fee.
1.318 Notification of national publication of a petent based on
international application.
DISCLAIMER
1.321 Ststutory disclaimer.

CORRECTION OF ERRORS IN PATENT
1.322 Cestificate of comrection of Office mistake.
1.323 Certificate of comrection of spplicant’s mistake.

1.324 Cormrection of inventorship in petent.
1.325 Ciber mistakes not cosvectad.

ARBITRATION AWARDS
1.331 [Reserved]
1332 (Reszerved]
1.333 [Reserved)
1.334 [Ressrved]
1.338 Filing of notice of arbitration awards.

AMENDMENT OF RULES
1351 Amendments to rules will be published.
1352 Publication of notice of proposed emendments.

MAINTENANCE FEES

1.362 Time for paymeat of maintensnce fees.

1.363 Fee address for meintensnce fes purposes.

1.366 Submission of maintenance fees.

1.377 Review of decision refusing to sccept and recoed payment of &
maintensnce fee filed prior to expiration of patent.

1378 Acceptance of delayed payment of maintenance fee in expired
patent to reinstate patent.

Subpart C - International Processing
Provisions

GENERAL INFORMATION
1.401 Definitions of terms under the Patent Cooperation Treaty.
1.412 The United Statez Receiving Office.
1.413 The United Ststes Internstional Searching Authority.
1.414 The United States Patent and Trademark Office as a Designated
Office or Elected Office.
1.415 The International Burean.
1.416 The United States Internationel Preliminery Examining
Authority.

WHO MAY FILE AN INTERNATIONAL APPLICATION
1.421 Applicent for international epplication.
1.422 When the inventor is dead.
1.423 When the inventor is insane or legally incapacitated.
1.424 Joint inventors.
1.425 Filing by other than inventor.

THE INTERNATIONAL APPLICATION
1.431 Internetional applicetion requirements.
1.432 Designation of States and peyment of designation fees.
1.433 Physical requirements of internetional epplication.
1.434 The reguest.
1.435 Tbe description.
1.436 The claims.
1.437 The drewings.
1.438 The ebstract.

FEES
1.445 Internetionel applicstion filing, processing end seerch fees.
1.446 Refund of international application filing end processing fees.

PRIORITY
1.451 The priority clsim and priority document in an international
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' REPRESENTATION
1.455 Representation in inteenstional spplications.

TRANSMITTAL OF RECORD COPY
1.461 Procedures for rensmittal of record copy to the International
Bureau.

TIMING
1.465 Timing of application processing based on the priority date.
1.468 Delays in meeting time limits.

AMENDMENTS
1.471 Cosrections and emendments during intemationsl processing.
1.472 Changesin person, name, or addressof spplicants and inventors.

UNITY OF INVENTION
1.475 Unity of invention before the Intemational Searching Authority.
1.476 Determination of unity of inveation before the Intesnational
Searching Autbority.
1.477 Protest to lack of unity of invention before the International
-Segrching Authority.

INTERNATIONAL PRELIMINARY EXAMINATION
1.480 Demand for internstiona] preliminery examinstion.
1482 Internaticpal preliminary examination fees.
1.484 Conduct of internstionsl preliminary examination.
1485 Amendments by applicant during internationsl preliminery
exemination.
1.487 Unity of Invention before the Internationsl Preliminery
Examining Authority.
1.488 Determination of unity of inveation before the International
Preliminary Examining Authority.
1.489 Protest to lack of unity of invention before the Internationel
Preliminary Examining Authority.

NATIONAL STAGE

1.491 Entry into the nationel stage.

1.492 Nationsl stage fees. |

1.494 Entering the netional stage in the United States of Americaas s
Degignated Office.

1.495 Entering the nationsl stage in the United States of America a5
Elected Office.

1.496 Exemination of international spplications in the national stage.

1.497 Oath or declasstion under 35 U.S.C. 371(c)4).

1.499 Unity of invention during the national siage.

Subpart D - Reexamination of Patents

CITATION OF PRIOR ART
1.501 Citation of prior a5t in petent files.

REQUEST FOR REEXAMINATION
1.510 Reguest for reexemination.
1.515 Determination of the request for reexaminstion.
1.520 Reexamination 8t (e initiative of the Commissioner.

REEXAMINATION
1.525 Order to reexamine.
1.530 Statement and amendment by petent owner.
1.535 Reply by requester.
1.540 Consideration of responses.
1.550 Conduct of reexamination proceedings.
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1.552 Scope of mexaminstion in reexamination proceedings.
1.555 Information meterisl to pateatability in reexamination
proceadings.

1.560 Interviews in reczamination groceedings.
1.565 Councurrent office proceedings.

CERTIFICATE
1.870 Issuance of reexaminstion certificate after reexamination

proceedings.
Subpart E - Interferences

1.601 Scope of rules, definitions.
1.602 Intevest in applicetions snd petents involved i an interference.
1.603 Interference betwesn applicelions; subject metter of the
intesference.
1.604 Request for interference between applications by en applicent.
1.605 Suggestion of claim o applicant by examiner.
1.606 Intesference between an application and e patent; subject matter
of the interference.
1.607 Reguest by applicant for interference with patent.
1.608 Interference between en application and a patent; prima facie
gshowing by epplicant.
1.609 Preparetion of interference papers by examiner.
1.610 Assignment of interference to exeminer-in-chief, time period
for completing intesference.
1.611 Declaration of interference.
1.612 Access W epplications.
1.613 Leed etiomey, same atiorney representing different pasties in
an interference, withdrawal of attomey or agent.
1.614 lurisdiction over intetference.
1.615 Suspension of ex parte prosecution.
1.616 Senctions for failure to comply with rules or ozder.
1.617 Summary judgment ageinst applicent.
1.618 Retwn of uneuthorized pepers.
1.621 Preliminery statement, time for filing, potice of filing.
1.622 Preliminery siatement, who mede invention, where invention
mede.
1623 Preliminery statement; invention mede in United States.
1.624 Preliminery statement; invention made ebroad.
1.625 Preliminery statement; derivetion by en opponent.
1.626 Preliminery statement; emlier application.
1.627 Preliminary statement; segling before filing, opening of
statement.
1.628 Preliminary statement; cosrection of esror.
1.629 Effect of preliminary statement.
1.630 Relignce on earlier application.
1.631 Access o preliminery ststement, sezvice of preliminary
statement.
1.632 Notice of intent t argue sbandonment, suppression, or
concealment by opponent.
1.633 Preliminary motions.
1.634 Motion to correct inventorship.
1.635 Miscellaneous motions.
1.636 Motions, time foe filing.
1.637 Content of motions.
1.638 Opposition sad reply, tme for filing opposition and reply.
1.639 Evidence in support of motion, opposition, or reply.
1.640 Motions, hesring end decision, redecleration of interference,
order to show ceuse.
1.641 Unpetentability discovered by exumines-in-chief,
1.642 Addition of application or patent to interfesence.
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1.643 Prosecution of interference by essignes.
1.644 Petitions in interferences.
1.645 Extension of time, late papers, etay of proceedings.

1.646 Service of papers, proof of service.
1.647 Translation of document in foreign lenguage.
1.651 Setting times for discovery and taking testimony, parties entitled
to take testimony.
1.652 Judgment for feilure to take testimony or file record.
1.653 Record wad enhibite.
1.654 Final beoring.
“1.655 Matiers considered in rendering e final decision.
1.656 Briefs for final bearing.
1.657 Burden of proof as to date of invention.
1.658 Finsal decision.
1.659 Recommendation.
1.660 Notice of reexaminstion, reissue, protest, or litigation.
1.661 Terminstion of interference sfier judgmeat.
1.662 Reguest for entry of adverse judgment; reissue filed by patentee.
1.663 Status of claim of defested epplicant after interference.
1.664 Action efter interference.
.1.665 Second interference.
1.666 Filing of interference settlement agreements.
1.671 Evidence must comply with rules.
1.672 Manner of taking testimony.
1.673 Notice of examination of witness.
1.674 Persons before whom depositions may be taken.
1.67S Examinstion of witness, reading and signing @anscript of
deposition.
1.676 Cestification and filing by officer, marking exhibits.
1.677 Form of & trenscript of deposition.
1.678 Transcript of deposition must be filed.
1.679 Inspection of trasscript.
1.682 Official records and printed publications.
1.683 Testimony in enother interfesence, proceeding, or aection.
1.684 Testimony in & foreign country.
1.685 Esvors and irvegulsrities in depositions.
1.687 Additions! discovery.
1.688 Usge of discovery.
1.690 Asbitration of interferences.

3 Subpart F - Extension of Patent Term

1.710 Patents subject to exteasion of the patent term.

1.726 Conditions for extension of patent term.

1.730 Applicant for extension of petent term.

1.740 Application for entension of patent termn.

1.741 Filing dete of application.

1.750 Determination of eligibility for extension of patent term.

1.760 Interim extension of patent tesm.

1.765 Duty of disclosure in patent term extension proceedings.

1.770 Express withdrewel of spplication for extension of patent term.

1.778 Celcuiation of patent term extension for s buman drug, antibiotic
drug or human biclogicel product product.

1.776 Calculation of petent term extension for a food edditive or color

additive,

1.777 Calculation of patent term extension for a medical device.

1.778 Calculstion of patent term extension for an animal drug product.

1.778 Calculation of petent term extension for a veterinary biological
product.

1.780 Certificate of extension of patent term.
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1.78S WMultiple applications for extensicn of erm of the same patent
orof diffsrent patents for the sume regulatory review period for

& product.

Subpart G - Biotechnology Invention
Disclosures

DEPOSIT OF BIOLOGICAL MATERIAL

1.801 Biological mategial.

1.802 Need or Opportunity o make a deposit.
1.803 Acceptable depository.

1.804 Time of making e originel deposit.
1.805 Replecement or supplement of deposit.
1.806 Tezm of deposit. .

1.807 Viebility of deposit.

1.808 Fumnishing of samples.

1.80% Ezemination procedures.

APPLICATION DISCLOSURES CONTAINING NUCLEOTIDE
AND/OR AMINO ACID SEQUENCES

1.821 Rucleotide end/or amino acid sequence disclosures in patent
applications.

1.822 Symbols end format to be used for nucleotide and/or amino
ecid sequence dats.

1.823 Requirements for nuclectide end/or amino ecid sequences &5
pert of the application pepers.

1.824 Form snd Format for nuclestide end/or amino acid sequence
submissions in computer readable form.

1.825 Amendments to or replacement of sequence listing and
computer readable copy thereof.

Appendix A - Sample Seguence Listing.

Appendix B - Headings for Information Items in §1.823.

Subpart A - General Provisions
GENERAL INFORMATION AND CORRESPONDENCE

& 1.1 AD comununications to be addressed to the
Comunissioner of Patents and Trademarks.

(a) All letters and other communications intended for the
Patent and Trademark Office must be addressed to “Commis-
sioner of Patents and Trademarks,” Washington, D.C. 20231.
When appropriate, a letter should also be marked for the
attention of a particular officer or individual.

(b) Letters and other communications relating to interna-
tional applications during the international stage and prioe to the
assignment of a national serial number should be additionally
marked “Box PCT.”

(¢) Reguests for reexamination should be additionally
marked “Box Reexam.”

(d) Payments of maintenance fees in patents and other
communications relating thereto should be additionally marked
“Box M. Fee.”

(e) Communications relating to intesferences and applica-
tions or patents involved in an interference should be addition-
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ally masked “BOX INTERFERENCE.”

() All applications for extension of patent term and any
communications relating thereto intended for the Patent and
Trademark Office should be additionally masked “Box Patent
Ext." When appropriate, the communication should also be
marked to the attention of a particular individual, as where a
decision has been rendered.

(g) All communications releting to pending litigation which
are required by the Federal Rules of Civil or Appellate Proce-
dure or by a rule or order of a court (o be served on the Solicitor
shall be hand-delivered to the Office of the Solicitor or shall be
mailed to: Office of the Solicitor, P.O. Box 15667, Arlington,
Virginia 22215 or such other address as may be designated in
writing in the litigation. All other communications to the Office
of the Solicitor should be addressed to: Box 8, Commissioner of
Patents and Trademarks, Washingion, D.C. 20231. Any com-
munication which does not involve pending litigation which is
received at P.O. Box 15667 will not be filed in the Office but will
be retumned. See §§ 1.302(c) and 2.145(b)(3) for filing notice of
appeal to the U.S. Coust of Appeals for the Federal Circuit.

(b) In applications under section 1(b) of the Trademark Act,
15U.8.C. 1051(b), all statements of use filed under section 1(d)
of the Act, and requests for extensions of time therefor, should
be additionally marked "Box ITU.”

NOTE. — Sections 1.1 (o 1.26 we eppliceble to rademark cases &s
well as to nstionsl and internationel petent cases except for provisions
specificelly dizected (o petent cases. See § 1.9 for definitions of
“national spplication” snd “international application.”

(46 FR 29181, May 29, 1981; para.(d) edded, 49 FR 34724, Aug.
31,1984, effective Nov. 1, 1984; para (), 49 FR 48416, Dec.12, 1984,
effective Feb. 11, 1985, pazs. (f) added, 52 FR 9394, Mar. 24, 1987,
peza. (g) sdded, 53 FR 16413, May 9, 1988; pass. (b) addad, 54 FR
37588, Sept. 11, 1989, effective Nov. 16, 1989)

§ 1.2 Business to be transacted in writing.

Allbusiness with the Patent and Trademark Office should be
transacted in writing. The personal attendance of applicants or
their attorneys of agents at the Patent and Trademark Office is
unnecgssary. The action of the Patentand Trademark Office will
be based exclusively on the writien record in the Office. No
aitention will be paid (o any alleged oral promise, stipulation, or
understanding in relation t which there is disagreement or
doubt.

§1.3 Business to be conducted with decorum and courtesy.

Applicanis and their attomeys or agents are required to
conduct their business with the Patent and Trademark Office
with decorum and courtesy. Papers presented in violation of this
requirement will be submitied to the Commissioner and will be
returmed by bis direct ordes. Complaints against examiners and
other employees must be made in communications sepagate
from other papers.

§ 1.4 Nature of correspondence.

(a) Correspondence with the Patent and Trademark Office
comprises:

(1) Correspondence relating to services and facilities of the
Office, such as general inguisies, requests for publications
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supplied by the Office, orders for printed copies of patents of
trademark registrations, orders for copies of recoeds, transmis-
sion of assignments for recording, and the Hke, snd

(2) Correspondence in and relating (0 a particular applica-
tion or other proceeding in the Office. See particulasly the rules
relating o the filing, proccssing, or other proceedings of na-
tional applications in Subpert B, §§ 1.31 w0 1.378; of interna-
tional applications in Subpert C, §§ 1.401 to 1.499; of reexami-
nation of patents in Subpast D, §§ 1.501 w0 1.570; of interfer-
ences in Subpart E; §§ 1.601 o 1.650; of extension of patent
term in Subpast F, §§ 1.710 o 1.785; and of wademark applica-
tions §§ 2.11 t0 2.189.

(b) Since each application file should be complete in itself,
a separale copy of every paper (o be filed in an application
should be furnished for each application (o which the paper
pertains, even though the contents of the papers filed in two or
more applications may be identical.

(c) Since different matters may be considered by different
branches or sections of the Patent and Trademark Office, each
distinct subject, inquiry or order should be contained in a
separate letter (o avoid confusion and delay in answering letters
dealing with diffesent subjects.

[24 FR 10332, Dec. 22, 1959; 43 FR 20461, May 11, 1978; para.(2),
48 FR 2707, Jen. 20, 1983, effective Feb. 27, 1983; pars. (a), 49 FR
48416, Dec. 12, 1984, effectiveFeb. 11, 1985; pire(a)(2), $3 FR 47807,
Nov. 28, 1988, effective Jan. 1, 1989]

¢ 1.5 ldentification of application, patent or
registration.

(a) No correspondence relating o an application should be
filed prior to when notification of the application number is
received from the Patent and Trademark Office. When a letter
directed to the Patent and Trademark Office concerns a previ-
ously filed application for a patent, it must identify on the top
page in aconspicuous location, the application number (consist-
ing of the series code and the serial number, e.g., 07/123,456),
or the serial number and filing date assigned to that application
by the Patent and Trademark Office, or the international appli-
cation number of the international application. Any correspon-
dence not containing such identification will be returned to the
sender where a return address is available, The returned comre-
spondence will be accompanied with a cover letter which will
indicate to the sender that if the returned comrespondence is
resubmitied o the Patent and Trademark Office within two
weeks of the mail date on the cover letter, the original date of
receipt of the correspondence will be considesed by the Patent
and Trademark Office as the date of receipt of the correspon-
dence. Applicants may use either the certificate of mailing
procedure under § 1.8 or the Expeess Mail procedure under §
1.10for resubmissions of retusned cosrespondence if they desire
o bave the benefit of the date of deposit in the United States
Postal Service. If the returned comrespondence is not resubmit-
ted within the two-week period, the date of receipt of the
resubmission will be considered to be the date of receipt of the
correspondence. The two-week period to resubmit the rewmed
correspondence will not be extended. If for some resson re-
turned cosrespondence is resubmitted with proper identification
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later than two weeks afier the return mailing by the Patent and
Trademark Office, the resubmitied correspondence will be
accepled but given its date of receipt. In addition to the applica-
tion number, all letters directed to the Patent and Trademark
Office conceming applications for patent should also state
"PATENT APPLICATION," the name of the applicant, the title
of the invention, the date of filing the same, and if known, the
group art unit of other unit within the Patent and Trademark
Office responsible for considering the letter and the name of the
examiner or other person to which it has been assigned.

" (b) When the letter concerns a patent other than for purposes
of paying a maintenance fee, it should state the number and date
of issue of the patent, the name of the patentee, and the tide of
the invention. For letters concerning payment of a maintenance
fee in a patent, see the provisions of § 1.366(c).

(c) A letter relating to a trademark application should
identify it as such and by the name of the applicant and the serial
number and filing date of the application. A letter relating to a
registered gademark should identify it by the name of the

- registrant and by the number and date of the certificate.

(d) A letter relating to a reexamination proceeding should
identify it as such by the number of the patent undergoing
reexamination, the reexamination request control number as-
signed to such proceeding and, if known, the group art unit and
name of the examiner to which it been assigned.

() When a paper concerns an interference, it should state
the names of the parties and the number of the interference. The
name of the examines-in-chief assigned to the interference (§
1.610) and the name of the party filing the paper should appear
conspicuously on the first page of the paper.

[24 FR 10332, Dec 22, 1959; 46 FR 29181, May 29, 1981; pase. ()
49FR 552, Jun. 4, 1984, effective Apr. 1, 1984; pase. (a), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; peres. (s) & (b), $3 FR 47807,
Nov. 28, 1988, effective Jen. 1, 1989]

§ 1.6 Recelpt of letters and papers.

(a) Leiuters and other papers received in the Patent and
‘Trademark Office are stamped with the date of receipt, except
where such letiers and papers are filed in accordance with § 1.10.
Any such letters and papers filed in accosdance with § 1.10 will
be stamped with the date of deposit as “Express Mail” with the
United States Postal Service unless the date of deposit is a
Saturday, Sunday, or Federal holidsy within the District of
Columbia in which case the date stamped will be the next
succeeding day which is not a Saturday, Sunday, or Federal
boliday within the District of Columbia. No papers are received
in the Patent and Trademark Office on Saturdays, Sundays or
Federal bolidays within the District of Columbia.

(b) Mail placed in the Patent and Trademask Office pouch up
to midnight on weekdays, excepting Satrdays and federal
holidays, by the post office at Washington, D.C., serving the
Patent and Trademark Office, is considered as having been
received in the Patent and Trademark Office on the day it was
so placed in the pouch.

(¢) In addition to being mailed or delivered by hand during
office hours, letters and other papers may be deposited up w0
midnight in a box provided at the guard's desk a¢ the lobby of
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building 3 of the Patent and Trademark Office at Crystal Plaza,
Aslington, Virginia and at the main entrance (14th Street) of the
Department of Commerce Building, Washington, D.C., on
weekdays except Saturdays and Federal bolidays, and all papers
deposited therein are considered as received in the Patent and
Trademark Office on the day of deposit.

(d) If intervuptions or emergencies in the United States
Postal Service which have been so designated by the Commis-
sioner occue, the Patent and Trademark Office will consider as
filed on & particular date in the Office any paper or fee which is:
(1) Promptly filed after the ending of the designated interruption
or emergency; and (2) Accompanied by a statement indicating
that such paper or fee would have been filed ob that particular
date if it were not for the designated interruption or emergency
in the United States Postal Service. Such statement must be a
verified statement if made by a person not registered to practice
before the Patent end Trademark Office.

{48 FR 2707, Jmn. 20, 1983, effective Feb. 27, 1983; 48 FR 4285,
Jan. 31, 1983; para. (a), 49 FR 552, Jan. 4, 1984, effective Agr. 1,1984]

§ 1.7 Times for taking sction; Explration on
Saturday, Sunday, or Federal holiday.

Whenever periods of time are specified in this part in days,
calendar days are intended. When the day, or the last day fixed
by statute or by or under this part for taking any action or paying
any fee in the Patent and Trademark Office falls on Saturday,
Sunday, or on 8 Federal holiday within the District of Columbia,
the action may be taken, or the fee paid, on the next succeeding
day which is not a Saturday, Sunday, or a Federal boliday. See
§ 1.304 for time for appeal or for commencing civil action.

{48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; comected 48

FR 4285, Jen. 31, 1983]

§ 1.8 Certificate of mailing.

(a) Except in the cases enumerated below, papers and fees
required o be filed in the Patent and Trademark Office within
a set period of time will be considered as being timely filed if:

(1) They are addressed to the Commissioner of Patents and
Trademarks, Washington, D.C. 20231, and deposited with the
U.S. Postal Service with sufficient postage as first class mail
priof to expiration of the set period; and

(2) They also include a certificate for each paper or fee
stating the date of deposit. The person signing the certificate
should have reasonable basis to expect that the correspondence
would be mailed on or before the date indicated. The actual date
of receipt of the paper or fee will be used for all other purposes.
This procedure does not apply to the following:

(i) The filing of a national patent application specification
and drawing or other papers for the purpose of obtaining an
application filing date;

(ii) The filing of trademark applications;

(iii) The filing of agreements between parties (o an inter-
ference under 35 U.S.C. 135(c);

(iv) The filing of an affidavit showing that & mask is still
in use or containing an excuse for nonuse under section 8 (a) or
(b) or section 12(c) of the Trademark Act, 15 U.S.C. 1058(a),
1058(b), 1062(c);
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(v) The filing of en application for renewal of a mark
registration under section 9 of the Trademark Act, 15 U.S.C,
1059;

(vi) The filing of a petition to cancel a registration of a
mark under section 14 (a) or (b) of the Trademark Act, 15U.S.C.
1064(a), 1064(b);

(vii) The filing of an affidavit under section 15, subsection
(3) of the Trademark Act, 15 U.S.C. 1065;

(viii) The filing of a notice of election to proceed by civil
action in an infer partes proceeding undes 35 US.C. 141 or
section 21(a)}(1) of the Trademark Act, 15 U.S.C. 1071(a)X1), in
response to another party's appeal to the Count of Appeals for
the Federal Circuit;

(ix) The filing of a notice and reasons of appeal under 35
U.S.C. 142 or a notice of appeal under section 21(a)(2) of the
Trademark Act, 15 U.S.C. 1071(a)2);

(x) The filing of a statement under 42 U.S.C. 2182 or 42
U.S.C. 2457(c);

(xi) The filing of international applications for patent and
all papers and fees relating thereto;

(xii) The filing of & paper in an interference which an
examines-in-chief orders to be filed by hand or “Express Mail”,
and

(xiii) Papers filed in connection with a disciplinary pro-
ceeding under Part 10 of this subchapter.

(xiv) In an application under section 1(b) of the Trademark
Act (15 U.S.C. 1051(b)), the filing of a statement of use under
§2.88 (15 U.S.C. 1051(@)).

(xv) In an application under section 1(b) of the Trademark
Act(15U.8.C. 1051(b)), the filing of a request, under § 2.89 (15
U.S.C. 1051(d)), for an extension of time to file a statement of
use under § 2.88 (15 U.S.C. 1051(d)).

(xvi) In an application under section 1(b) of the Trademark
Act (15 US.C. 1051(b)), the filing of 2n amendment (o allege
use in commerce under § 2.76 (15 U.S.C. 1051(c)).

(b) In the event that correspondence or fees are timely filed
inaccordance with paragraph (a) of this section, but notreceived
in the Patent and Trademark Office, and the application is beld
to be abandoned or the proceeding dismissed, terminated, or
decided with prejudice, the cosrespondence o fee will be
considered timely if the party who forwarded such correspon-
dence or fee (1) informs the Office of the previous mailing of the
cormrespondence or fee prompily afier becoming aware of the
Office action, (2) supplies an additional copy of the previously
mailed correspondence or fee and certificate, and (3) includes a
declaration under § 1.68 or § 2.20 which attests on a personal
knowledge basis or to the satisfaction of the Commissioner (o
the previous timely mailing.

[41 FR 43721, Oct. 4, 1976; 43 FR 20461, May 11, 1978; para. (a).
47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; para. (2),48 FR
2708, Jan, 20, 19€3; pasa. () 49 FR 48416, Dec. 12, 1984, effective
Feb. 11, 1985; pera. (¢), 42 FR 5171, Feb. 6, 1988, effective Maz. 8,
1985; $2 FR 20046, May 28, 1987, subparas. (s} ZX%iv) - (xvi), S4 FR
37588, Sept. 11, 1989, effective Nov. 16, 1989]

§ 1.9 Definitions. -
(a) A national application as used in this chapter means a
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U.S. national application for patent which was eithes filedin the
Office under 35 U.S.C. 111 or which resulted from an interna-

tional application after compliance with 35 U.S.C. 371.

(b) An international application as used in this chapter
means an intemationsl epplication for patent filed under the
Patent Cooperation Treaty prioe to entering nationsl processing
&t the Designated Office stage.

(¢) An independent inventor as used in this chapler means
any inventor who (1) has not assigned, granted, conveyed, or
licensed, and (2) is under no obligation under contract or law to
assign, grant, convey, of license, any rights in the invention o
any person who could not likewise be classified as an independ-
ent inventor if that person bad made the invention, or to any
concern which would not qualify as a small business concern of
& nonprofit ceganization under this section.

(d) A small business concern as used in this chapéer means
any business concern as defined by the Small Business Admini-
stration in 13 CFR 121.12. For the convenience of the users of
these regulations, that definition states:

§ 121.12 Small business for paying reduced patoms fees.

(e) Pursuant o Pub. L. 97-247, & amell busziness concern for
purposes of peying reduced fees under 35 U.S. Cods 41 (8) and (b)
to the Patent and Trademark Office means any business concarn(1)
whaose number of employess, including thoee of its effiliates, docs
not exceed S00 pereons and (2) which bas pot assigned, granted,
conveyed, or liceneed, and is under 1o obligation undsr contrast of
law to egsign, grant, convey of licenes, any rights in (he inventica
o eny perecn who could not be classified as en independent
inventor if that pezson bed mede the invention, of to any concem
which would not gualify as a small business concsrn or a nonprofit
orgenization under this eection. For the purpose of this ssctioa
concerns &re affilistes of each other when either, directly or
indirectly, one concern controls or hes the power to control the
other, ot e third perty or parties controls or has the power to control
both. The number of employees of the business concerm is the
average over the fiscal yesr of the persons employed during each
of the pay pesiods of the fiscal yeas. Employees are those persons
employed oo & full-time, part-time or tumporary basis during the
previous fiscel yeer of the concern.

(b) If the Paient end Tredemark Office determines that a
concern is not eligible a8 & cmall business concern within this
section, the concern chall have & right to eppeal that determinetion
to the Small Business Administration. The Pateat and Tredemerk
Office shell wensmit its writien decision and the pertinent size
determinstion fileto the SBA in the event of such edverss determi-
netion and size appeal. Such sppeals by concerns should be
submitted to the SBA et 1441 L Street, NW., Weshington, D.C.
20416 (Atiention: SBA Office of Generel Counsel). The appeat
should stats the basis upon which it is clsimed that the Pelent and
Tredemerk Office initial size detormination on the concern was in
ereor; end the facts end erguments supporting the coboern's
claimed status ss & small business concern under this section.

(e) A nonprofit organization as usec in this chapter means
(1) a university or other institstion of higher education located
in eny country; (2) am organization of the type described in
section 501(c)(3) of the Inteenal Revenue Code of 1954 (26
US.C. 501(c)3)) and exempt from taxation under section
501(a) of the Internal Revenue Code (26 U.S.C. 501(a)); (3) any

noaprofit scientific or educational organization qualified under
& nonprofit organization statute of a state of this country (35
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U.S.C. 201(i)); or (4) any nonprofi¢ organization located in a
foreign country which would qualify as anonprofit organization
under paragraphs (e) (2) or (3) of this section if it were located
in this country.

() A small entity as used in this chapter means an independ-
ent inventor, a small business concern of a nonpeofit organize-
tion.

(g) For definitions in interferences see § 1.601.

[43 FR 20461, May 11, 1978; 47 FR 40139, Sept. 10, 1982,
effective Oct. 1, 1982; 47 FR 43275, Sept. 30, 1982, effective Oct. 1,

* 1982; page. (d), 49 FR 34724, Aug. 31, 1984, effective Nov. 1, 1984;
pess. (g), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985)

§ 1.10 Filing of papers and fees by “Expreas Mail”
with certificate.

(a) Any papes or fee to be filed in the Patent and Trademark
Office can be filed utilizing the “Express Mail Post Office w0
Addressee” service of the United Swtes Postal Service and be
considered as having been filed in the Office on the date the

. paper oc fee is shown (o have been deposited as “Express Mail”
with the United States Postal Service unless the date of deposit
is a Saturday, Sunday, or Federal holiday within the District of
Columbia, See § 1.6(a).

(b) Any paper or fee filed by “Express Mail” must have the
number of the “Express Mail” mailing label placed thereon prior
to mailing, be addressed to the Commissioner of Patents and
Trademarks, Washington, D.C. 20231, and any such peper or
fee must also include a cestificate of mailing by “Express Mail”
which states the date of mailing by “Express Mail” and is signed
by the pesson mailing the paper or fee.

(c) The Patent and Trademark Office will accept the certifi-
cate of mailing by “Express Mail” and accord the paper or fee
the certificate date under 35 U.S.C. 21(a) (unless the certificate
dateis a Saturday, Sunday, or Federal holiday within the District
of Columbia - see § 1.6(a)) without further proof of the date on
which the mailing by “Express Mail” occurred unless a question
is present regarding the date of mailing. If more than a reason-

. able time bas elapsed beiween the cestificate date and the Patent
and Trademark Office receipt date or if other questions regard-
ing the date of mailing are presemt, the person mailing the paper
ot fee may be required to file a copy of the “Express Mail”
receipt showing the actual date of mailing and & statement from
the person who mailed the paper or fee averring to the fact that
the mailing occurred on the date certified. Such statement must
be a verified statement if made by a person not registered
practice before the Patent and Trademark Office.

{48 FR 2708, Jen. 20, 19€3, added effoctive Feb. 27, 1983; 48 FR
4288, Jan. 31, 1983, pazas. (8) & (c), 49 FR 552, Jen. 4, 1984, effoctive
Apr. 1, 1984]

RECORDS AND FILES OF THE PATENT AND
TRADEMARK OFFICE

§ 1.11 Files open to the public.

(@) Afier a patent has been issued or a statutory invention
registration has been published, the specification, drawings and
all papers relating (o the case in the file of the patent of statutory
invention registration ase opea (o inspeciion by tse public, and
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copies may be obtained upon paying the fee therefor. See §2.27
for rademark files.

(b) All reissue applications, all applications in which the
Office bas accepied a request to open the complete epplication
to inspection by the public, and related papers in the application
file, are open to inspection by the public, and copies may be
furnished upon paying the fiee therefor. The filing of reissue
applications will be announced in the Official Gazete. The
aonouncement shall include ot least the filing date, reigssue
application and origingl patent numbers, title, class and sub-
class, name of the inventor, name of the owner of record, name
of the attorney oragent of record, and examining group to which
the reissue application is essigned.

(c) Al requests for reexamination for which the fee under §
1.20(c) has been paid, will be announced in the Official Gazerre.
Any reexaminations at the initiative of the Commissioner pur-
suant o § 1.520 will also be announced in the Official Gazette.
The announcement shall include at Jeast the date of the request,
if any, the reexamination request control number or the Com-
missioner initiated order control numbesr, patent numbes, tite,
class and subclass, name of the inventor, name of the patent
ownerofrecold.andtheemmininurouptowhichthemxmi
nation is assigned.

(d) All papers or copies thereof relating to a reexamination
proceeding which have been entered of record in the patent or
reexamination file are open to inspection by the general public,
and copies may be furnished upon paying the fee therefor.

(e) Thefile of any interference involving a patent, a statutory
invention registration, or an epplication on which a patent has
been issued or which has been published as & statutory invention
registration, is open (o ingpection by the public, and copies may
be obtained upon paying the fee thesefore, if: (1) the intesference
has terminated, or (2) an awand of priority or judgment has been
entered as to all parties and all counts,

[OMEB Contzol Nos. 0651-0010 & 0651-06014)

(42 FR 5593, Jen, 26, 1977; 43 FR 28477, June 30, 1978; 46 FR
29181, Mey 29, 1981, Paza. (c), 47 FR 41272, Sept. 17, 1982, effective
Qct. 1, 1982; pare. (a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
;9?;,' glml (&), (5) & (e), SO FR 9378, Mez. 7, 1983, effective May

§ 1.12 Assignment records open to public inspection.
(a)(1) Separate assignment records are maintained in the
Patent and Trademark Office for patents and trademarks. The
assignment records, relating 0 original or reissue patents,
including digests and indexes, for assignments recorded on or
after May 1, 1957, and assignment records relating to pending
or abandoned trademark epplications and to rademark registra-
tions, for assignments recorded on or after Januasy 1, 19585, are
open to public inspection at the Patent and Trademark Office,
and copies of eny assignmen: records may be oblained upon
request and payment of the fee setforth in §§ 1.19 and 2.6 of this

(2) All records of sssignments of patents recorded before
Mey 1, 1957, and ali records of trademerk sssignments recorded
before January 1, 1955, are maintained by the National Archives
and Records Administration (NARA). The recoeds are open 0
public inspection. Cestified and uncertified copies of those
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assignment records are provided by NARA upon request and
payment of the fees required by NARA.

(b) Assignmentrecords, digests, and indexes, relating to any
pending or abandoned patent application are notavailable to the
public. Copies of any such assignment records and information
with respect thereto shall be obtainable only upon writien
authority of the epplicant or applicant’s assignee or atiorney or
agent or upon & showing that the person seeking such informa-
tion is a bona fide prospective or actual purchaser, morigagee,
or licensee of such application, unless it shall be necessary to the
propes conduct of business before the Office or as provided by
these rules.

(c) Any request by a member of the public secking copies of
any assignment records of any pending or abandoned patent
application preserved in secrecy under § 1.14, or any informa-
tion with respect thereto, must

(1) Be in the form of a petition accompanied by the petition
fee set forth in § 1.17(X1), or

(2) Include written authority granting access 1o the member
of the: public to the particular assignment records from the
applicant or applicant’s assignee or attorney or agent of recoed.

(d) An order for a copy of an assignment or other document
should identify the reel and frame number where the assignment
or document is recorded. If a document is identified without
specifying its correct reel and frame, an extra charge as set forth
in § 1.21(j) will be made for the time consumed in making a
search for such assignment,

[47 FR 41272, Sept. 17, 1982, effective Oct. 1, 1982;
(c), 54 FR 6893, Feb. 15, 1989, effective April 17, 1989; pares. (8) &
(d), 56 FR 65142, Dee. 13, 1991, effective Dec. 16, 1991; pares. (8)(1)
& (d), 87 FR 29641, July 6, 1992, effective Sept. 4, 1992; pars. (8)(2)
added, 57 FR 29641, July 6, 1992, effective Sept. 4, 1992)

§ 1.13 Coples and certified coples.

(a) Copies of patents and rademark registrations and of any
records, books, papers, or drawings belonging to the Patent and
Trademark Office and open (o the public will be furnished by the
Patent and Trademark Office to any person, and copies of other
recoeds or papers will be furnished to persons entitled thereto,
upon payment of the fee therefor.

(b) Such copies will beauthenticated by the seal of the Patent
and Trademark Office and certified by the Commissioner, or in
bis name attested by an officer of the Patent and Trademark
Office authorized by the Commissioner, upon payment of the

fee for requesting cestified copies of Office documents.
[OMB Control Nos. 0651-0009, 0651-0010 & 0651-0014]
[pase. (b), 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991)

paras. (8) &

§ 1.14¢ Patent applications preserved in secrecy.

(a) Except as provided in § 1.11(b) pending patent applica-
tions are preserved in secrecy. No information will be given by
the Office respecting the filing by any particular person of an
application for a patent, the pendency of any particulse case
before it, or the subject matter of any particular application, nor
will access be given to or copies furnished of any pending
application or papers relating thereio, without writien authority
in that particular application from the applicant or bis assignee
or altorney or egent of record, unless the application has been
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identified by scrial number in a published patent document or
the United States of America has been indicated as a Designated
State in a published international application, in which case
status information such as whether it is pending , abandoned or
patented may be supplied, or unless it shall be necessary o the
peoper conduct of business before the Office or as provided by
this part. Where an application has been patented, the patent
oumber and igsue date may also be supplied.

(b) Except as provided in § 1.11(b) abandoned applications
are likewise not open to public ingpection, except that if an
application referred to in 8 U.S. patent, or in an application in
which the applicants has filed an anthorization to open the
complete epplication to the public, is abandoned and is avail-
gble, it may be inspected or copies obtained by any person on
written request, without notice to the gpplicant.

(c) Applications for patents which disclose or which appear
to disclose, or which purport to disclose, inventions or discov-
eries relating to atomic energy are reported to the Depastmentof
Enesgy, which Department will be given access to such appli-
cations, but such reporting does not constitute a determination
that the subject matter of each application so reposted is in fact
useful or en invention or discovery or that such application in
fact discloses subject matter in categories specified by sections
151(c) and 151(d) of the Atomic Energy Act of 1954, 68 Sta.
919; 42 U.S. C. 2181 (¢) and (d).

(d) Any decision of the Board of Patent Appeals and Inter-
ferences, or any decision of the Commissioner on petition, not
otherwise opea to public inspection shall be published or made
available for public inspection if: (1) The Commissioner be-
lieves the decision involves an interpretation of patent laws of
regulations that would be of important precedent value; and (2)
the applicant, or any party involved in the interference, does not
within two months afier being notified of the intention to make
the decision public, object in writing on the ground that the
decision discloses a trade secret or other confidential informa-
tion. If a decision discloses such information, the applicant or
party shall identify the deletions in the text of the decision
considered necessary to protect the information. If it is consid-
ered the entire decision must be withheld from the public to
protect such information the applicant or party must explain
why. Applicants or parties will be given time, not less than
twenty days, to request reconsideration and seek court review
before any portions of decisions are made public over their
objection, See § 2.27 for trademark applications.

(e) Any request by a member of the public seeking access to,
or copies of, any pending or abandoned application preserved in
secrecy pursuant (o paragraphs (8) and (b) of this section, of any
papers relating thereto, must

(1) Be in the form of a petition and be accompanied by the
petition fee set forth in § 1.17(1)(1), or

(2) Include written authority granting access to the member
of the public in that perticular application from the applicant or
the applicant’s assignee or attorney or agent of record,

(Note, see § 1. 612(.)fumbymimerferencepmyw
a pending or sbandoned

[OMB Control Nos, 06510010 & 06514!)1 1

[42 FR §593, Jan. 28, 1977; 43 FR 20462, May 11, 1978; para. (¢)
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added, 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982; peru. (b),
49 FR 552, Jan. 4, 1984, effective Apr. 1, 1984; para. (d), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 198S; pare. (b), S0 FR 9378, Mesr. 7,
1985, effective May 8, 198S: 83 FR 23733, June 23, 1988; pera. (¢), 54
FR 6893, Feb. 15, 1989, effective Apeil 17, 1989]

§ 1.15 Reguests for identifiable records.

(2) Reguests for records not disclosed to the public as part of
the regular informational activity of the Patent and Trademark
Office and which are not otherwise dealt with in the rules in this
. part shall be made in writing, with the eavelope and the letter
clearly marked "Freedom of Information Request.” Each such
request, so marked, should be subemitted by mail addressed ©
the "Patent end Trademask Office, Freedom of Information
Reguest Coatrol Desk, Box 8, Washington, D.C. 20231," or
hand delivered to the Office of the Solicitor, Patent and Trade-
mark Office, Arlington, Virginia. The request will be processed
in accordance with the procedures et forth in Part 4 of Title 15,
Code of Federal Regulations.

(b) Any person whose request for records bas been initially
" denied in whole or in part, or bas not been timely determined,
may submit a written appeal as provided in § 4.8 of Tite 15,
Code of Federal Regulations.

(c) Procedures applicable in the event of service of process
or in connection with tzstimony of employees on official mat-
ters and production of official documents of the Patent and
Trademark Office in civil legal proceedings not involving the
United States shall be those established in parts 15 and 152 of
Title 15, Code of Federal Regulations.

[32FR 13812,0¢t.4, 1967; 24 FR 18857, Nov. 26, 1969; umended
$3 FR 47688, Nov. 28, 1988, effective Dae, 30, 1986)

FEES AND PAYMENT OF MONEY

§ 1.16 National application filing fees.
(a) Basic fee for filing each application for an original

patent, except design or plant cases:
By a small entity (§ 1.9(5)) .....cc.oesninvsnennsnsansssssnss $355.00
By otber than a small entity 710,00

(b) In addition to the basic filing fee in an original applica-
tion, for filing or later presentation of each independent claim in
excess of 3:

By a small endty (§ 1.9(D) 37.00
By other than a small entity 74.00

(¢) In addition to the basic filing fee in an original spplica-
tion, for filing or later presentation of each claim (whether
independent or dependent) in excess of 20 (Note that § 1.75(c)
indicates how multiple dependent claims are considered for fee

calculation purposes.):
By & small entity (§ 1.9(0)) ...... 11.00
By other than @ small €MLY v.ccererinrnsnnrssrerssansssseassssses 2200

(d) In eddition to the basic filing fee in an original applica-
ion, if the application contains, or is amended 1o contain, a
multiple dependent claim(s), per application:

By a small entity (§ 1.9(f) .. 115.00

By otber than a small entity 230.00

(If the additional fees required by paragraphs (b), (c), end (6)
of this section are not paid on filing or on later presentation of

R-11

§ 1.17

the claims for which the additional fees are due, ey must be
peid or the claims canceled by amendment, prior to the expira-
tion of the time pesiod set for response by the Office in any
notice of fee deficlency.)

(e) Surcharge for filing the basic filing fee or oath or
declaration on adate later than the filing date of the application:

By a amall eatity (§ 1.9(f)) 65.00
By other than a small entity 130.00
(f) For filing each design application:

By a small eatity (§ 1.9() 145.00
By other then a small entity 280.00
(g) Basic fee for filing each plant application:

By & small entity (§ 1.9(0) 240.00
By other than a small entity 480.00
(b) Basic fee for filing each reissue application:

By a small eatity (§ 1.9()) 355.00
By other than a small entity 710.00

(i) In additon to the basic filing fee in a reissue application,
for filing or later presentation of each independent claim which
is in excess of the number of independent claims in the original
patent:

By a small entity (§ 1.9(f)) .. 37.00

By other than a small entity 74.00

() In addition to the basic filing fee in a reissue application,
for filing or later presentation of each claim (whether independ-
ent or dependent) in excess of 20 and also in excess of the
number of claims in the original patent, (Note that § 1.75(c)
indicates how multiple dependent claims are considered for fee
calculation purposes.):

By a small entity (§ 1.9(D)

By other than a small entity
(Note: See §§ 1.445,1.482and 1 492forinmmomlapplica
tion filing and processing fees.).

(Added 47 FR 41273, Sep. 17, 1982, effective dats Oct. 1, 1982;
50 FR 31824, Aug. 6, 1985, effective dats Oct. 5, 198S; pezas. (2), (b),
(d) - (i), 54 FR 6893, Feb. 13, 1989, effective Apr. 17, 1989; peres. (a)-
(1), S6 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991; pwas. (2)-(d)
and (f)-(), $7 FR 38190, Aug, 21, 1992, effective Oct. 1, 1992}

§ 1.17 Patent application processing fees.
(8) Extension fee for response within first month pursuant
to § 1.136(a):
By a small entity (§ 1.9(5) $55.00
By other than & small entity 110.00
(b) Extension fee for response within second month pussuant
to § 1.136(a):
By a small entity (§ 1.9(f) 180.00
By other than & small entity 360.00
(¢) Extension fee for response within d:inl month pursuant
to § 1.136(a):
By a small entity (§ 1.9(5) 420.00
By other than o small entity 840.00
(&) Extengion fee for response within fousth month pursuant
to § 1.136(a):
By a small entity (§ 1.9(f) 660.00
By other than a small entity 1,320.00
(e) For filing a notice of appeal from the examiner to the

11.00
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Board of Patent Appeals and Interferences:
By a small entity (§ 1.96) 135.00
By other than a small entity 270,00
(0 In addition to the fee for filing a notice of appeal, foe filing
a brief in support of an appeal:
By a small entity (§ 1.9(f) 135.00
By other than a small entity 270.00

(g) For filing a request for an oral hearing before the Board
of Patent Appeals and Intetferences in an appeal under 35
US.C. 134

By a small entity (§ 1.9(f)) 115.00

By other than a small entity 23000

(b) For filing a petition (o the Commissioner under a section
of this part listed below which refers (o this

130.00

§ 1.47 — for filing by other than all the inventors or a

person not the inventor,

§ 1.48 — for correction of inventorship.

§ 1.182 — for decision on questions not specifically
provided foe.

§ 1.183 — (o suspend the rules.

§ 1.205 — for review of refusal to publish a statutory
invention registration.

§ 1.377 — for review of decision refusing to accept and
record payment of a maintenance fee filed prior
to expiration of patent.

§ 1.378(e) — for reconsideration of decision on petition
refusing (o accept delayed payment of
maintenance fee in expired patent.

§ 1.644(e) — for petition in an interference.

§ 1.644(f) — for request for reconsideration of a decision
on petition in an intesference.

§ 1.666(c) — for late filing of interference settiement
agreement.

§65.12, 5.13 & 5.14 —for expedited handling of a foreign

filing license.

§ 5.15 — for changing the scope of a license.

§ 5.25 — for retroactive license.

(iX1) For filing a petition to the Commissioner under a
section of this part listed below which refess to this
paragraph

§ 1.12 — for access to an assignment record.

§ 1.14 — for access to an application,

§ 1.53 — t0 accord a filing date.

§ 1.55 — for entry of late priosity paperss.

§ 1.60 — to accoed a filing date.

§ 1.62 — to accord a filing date.

§ 1.97(d)- to consider an information disclosure statement,

§ 1.103 — (o0 suspend action in application.

§ 1.177 — for divisional reissues to issue separately.

§ 1.312 — for amendment afier payment of issue fee.

§1.313 — to withdraw an application from issue.

§ 1.314 — to defer issuance of a patent,

§ 1.666(b) — for access to interference settlement
agreement.

§ 3.81 — for patent to issue (o assignee, assignment

submitted after payment of the issue fee.

Rev, 14, Nov. 1992
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(2) Foe filing a petition to the Commissioner .
of this past to make epplication special ..........ceeveeveene 130.00
() For filing a petition to institute a public use proceeding
under § 1.292 1,350.00
(k) For processing an application filed with a specification
in a non-English language (§ 1.52(0)) ......evcrvervecscnsens 130.00
(1) For filing a petition:
(1) For the revival of an unavoidably abendoned spplica-
tion under 35 U.S.C. 111, 133, 364, 0r 371 or
(2) For delayed payment of the issue fee under 35 U.S.C.
151
By a small entity (§ 1.9())
By other than a small entity
(m) For filing a petition:
(1) For revival of aa unintentionally abandoned applica-
tioa, or

35.00
110.00

(2) For the vnintentionally delayed payment of the fee for
issuing a patent:
By a small entity (§ 1.9(0) .... 585.00
By other than a small entity 1,170.00

(n) For requesting publication of a statutory invention reg-
istration prior o the mailing of the first examines’s action
pursuant to § 1.104 - $820.00 reduced by the amount of the
application basic filing fee paid.

(o) For requesting publication of a statutory inveation reg-
istration after the mailing of the first examiner' s action pursuant
to§1.104 - $1,640.00 reduced by the amount of the application
basic filing fee paid.

(p) For submission of an information disclosure statement
under § 1.97(0)..ccveririnnns 200.00

[Added 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982;paze.
(b), 48 FR 2708, Jan. 20, 1983, effective Feb, 27, 1983; para. (b), 49 FR
13461, Apr. 4, 1984, effective June 4, 1984; pase. (b), €9 FR 34724,
Aug. 31, 1984, effective Nov. 1, 1984; pares. (e), (g), (B) & (i), 49 FR
48416, Dee. 12, 1984, effective Feb, 11, 1985; peras. (b), (2) & (¢), 50
FR 9379, Mez. 7, 1988, effective May 8, 1985; SO FR 31624, Aug. 6,
1988, effective Oct. 5, 1988; pares. (a)- (m), 54 FR 6893, Feb. 13, 1989,
S4FR 9431, Merch 7, 1969, effective Ape. 17, 1989; pasa. (i)(1), 54 FR
47518, Nov. 15, 1989, effective Jen. 16, 1990; pares. (8)-(0), 36 FR
65142, Dec. 13, 1991, effective Des. 16, 1991; pare. (1X1), $7FR 2021,
Jap. 17, 1992, effective March 16, 1992; pasa. (p) added, $7 FR 2021,
I, 17, 1992, effective Mezch 16, 1992; pare. (1Y1), §7 FR 20642, July
6, 1992, effective Sept. 4, 1992; corrected, $7 FR 32439, July 22, 1992;
pares. (b)-(g), (§) & (m)-(0), $7 FR 38190, Aug. 21, 1992, effective Oct.
1, 1992}

§ 1.18 Petent lssue fees.
() lIssue fee for issuing each original or reissue patent,

except a design or plant patent:

By a small entity (8 1.9(0) $585.00
By other than & STl EHULY ...vevenreescerssrersesiaons 1,170.00
(b) lssue fee for issuing a design patent:

By a small entity (§ 1.9(6)) ..cecnvvverrvvssnnsescrssssrinens 205.00
By other than a small entity 410.00
(¢) Issue fee for issuing a plant patent:

By a small entity (§ 1.9(0) 295.00
By other than 8 small €Y ....euerenrcersssnnssssssarans $90.00

[Added 47FR 41273, Sept. 17, 1982, effective Oct. 1, 1982; SOFR
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31824, Aug. 6, 1983, effective Oct. 3, 196S; revised 54 FR 6893, Feb.
15, 1989, effective Agr. 17, 1989; revised 56 FR 65142, Dec. 13. 1991,
effective Dec. 16, 1991; pares. (a)-(c), 37 FR. 38190, Aug. 21, 1992,
effective Oct. 1, 1992) .

§ 1.19 Document supply fees.
The Patent and Trademark Office will supply copies of the
following documents upon payment of the fees indicated:
(a) Uncertified copies of patents:
(1) Printed copy of a patent, including a design patent,
statutory invention registration, or defensive publication docu-

. ment, except plant or statutory invention registration containing

color drawing:
(i) Regular service $3.00
(ii) Expedited local service 6.00

(iif) Expedited services for copy ordered by electronic
ordering service and delivered to the customer within two

workdays 25.00
(2) Printed copy of a plant patent in colog.......c.us... 12.00

(3) Copy of a utility patent or statutory invention registra-
. tion containing color drawings (see § 1.84(p)).........cveu 24.00

(b) Certified and uncertified copies of Office documents:
(1) Certified or uncertified copy of patent application as

filed:
(i) Reguler sesvice.. ve 12.00
(ii) Expedited local service 24.00
(2) Certified or uncertified copy of patent-related file
wrapper and contents ....... 150.00

(3) Certified or uncertified copy of Office records, per
document except as otherwise provided in this section...25.00
(4) For assignment records, abstract of title and certifica-
ti0n, PET PALEDE ..ovsrsssvsrsssrissnsssssssessarsssssssnessassrssssssssses 25.00
© Libtarymice(ébsu S.C.13): Formvidingwlibmies
copies of all patents issued annually, per annum .......... 50.00
(d) For lst of all United States patents and statutory
invention registrations in a subclass 3.00
(e) Unceriified statement as 0 status of the payment of
maintenance fees due on a patent or expiration of a
_patent .. « 10,00
(f) Uncertified copy of a non-United States patent docu-
ment, per document weres 25,00
(g) To compare and certify copies made from Patent and
Trademark Office records but not prepared by the Patent and

Teademark Office, per copy of dOCUmENL. ....oveiriecrsennee 25.00
(b) Additional filing receipts; duplicate; or corrected due o
applicant esror .25.00

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
peza,. (b), 49 FR 552, Jan. 4, 1984, effective date Apr. 1, 1984; pasas.
(D) & (g) edded, 49 FR 34724, Aug. 31, 1984, effective dats Nov. 1,
1984; peres. (e) & (¢), S0 FR 9379, Mas. 7, 1985, effective dats May
8.1985; SOFR 31825, Aug. 6, 1985, effective date Oct. §, 198S; rovised
S4FR 6893, Feb. 15, 1989, 54 FR 9432, Masch 7, 1989, effective Ape.
17, 1989; revised 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991;
peses, (b)(4), () & (b), 57 FR 38190, Aug. 21, 1992, effective Oct. 1,
1992)

§ 1.20 Post-lssuance fees.
(2) For providing a certificate of correction for applicant’s
mistake (§ 1.323) ..ounenrinnnnnammnmonssoronssssssssssss veeeee $100.00

§ 1.21

(b) Petition for correction of inventorship in
patent (§ 1.324) 130.00
(¢) For filing a request for

reexamination (§ 1.510(2)) 2,250.00
(@) Fer filing each stattory disclaimer (§ 1.321):

By a small eatity (§ 1.9(D) $5.00
By othes than 2 small entity 11000

(e) For maintaining en origingl or reissue patent, except a
design or plant patent, based oo an application filed on or after
December 12, 1980, in force beyond four years; the fee is dueby
three years and six months after the original grane

By amall eatity (§ 1.9(D) 465.00
By other than a small entty. 930.00

(f) For maintaining an original or reissue patent, except a
design or plant patent, besed on an gpplication filed on or after
December 12, 1980, in force beyond eight years; the fee is due
by seven yeass and six months after the osiginal grant

By a small entity (§ 1.9(D)) 935.00
By other than a small entity. 1,870.00

(g) For maintaining an original or reissue patent, except a
design or plant patent, based on an spplication filed on or after
December 12, 1980, in force beyond twelve years; the fee is due
by eleven years and six months after the original grant

By a small entity (§ 1.9(5) 1,410.00
By other than & small entity 2,820.00

(b) Surcharge for paying & maintenance fee during the six-
moath grace period following the expiration of three years and
six months, seven years and six months and eleven years and six
months after the date of the original grant of a patent based on
an application filed on or afier December 12, 1980

By a small entity (§ 1.9(f)) 65.00
By other than a small entity 130.00

(i) Surchasge for accepting a maintenance fee afier expire-
tion of a patent for non-timely payment of & maintenance fee
where the delay ip payment is shown to the satisfaction of the
Commiseioner (0 have been unavoldable ... .. 620.00

(§) For filing an application for extension of the term of @
patent (§ 1.740), 1,000.00

fAdded 67 FR 41273, Sept. 17, 1982, effective dats Oct. 1, 1982;
paras. (&), (1) & (m) edded, 49 FR 34724, Aug. 31, 1984, effective date
Nov. 1, 1984; paces. (¢), (), (g) & (m), 30 FR 9979, Muz. 7, 1945,
effective date Mey €, 1985; SOFR 31825, Aug. 6, 1983, effective date
Oet. 5, 1988; 51 FR 28057, Aug. 4, 1986; $2 FR 9394, Me. 24, 1987,
peres. (a)-(n), $4 FR 6893, Feb. 15, 1989, 54 FR 8053, Feb. 24, 1989,
effective Ape. 17, 1989; revised S6 FR 65142, Dec. 13, 1991, effective
Dec. 16, 1991; paras. (a), (c), (¢)-(g) & (1), 57 FR 38190, Aug. 21, 1992,
effective Oct. 1, 1992)

§ 121 Miscollancous fees and charges.
The Patent and Trademark Office bas established the fol-
lowing fees for the services indicated:
(a) Registration of attorneys and sgents:
(1) For admission to examination for registration to
practice, fee payable upon application ............... $300.00

(2) On registration to peactice 100.00

(3) For reinstatement (0 PEACHCE .o v iecssnessasenssssonss 15.00

(4)Forcerﬁﬁmofgoodmd1ngu-mmey

of agent 10.00
Rev. 14, Nov. 1992
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Suitable for framing 20.00

(5) For review of a decision of the Director of Enroliment
and Discipline under § 10.2(c) 130.00

(6) For requesting regrading of an examinstion under
§ 10.7(c) 130.00

(b) Deposit accounts:

(1) For establishing a deposit

account ... 10.00

(2) Service charge for each month when the balance at the
end of the month is below $1,000 25.00

(3) Sexrvice charge for each month when the balance at the
end of the month is below $300 for restricted subscription
deposit accounts used exclusively for subscription order of

patent copies as issued 25.00
(c) Disclosure document: For filing a disclosure

document ... 10.00
(d) Delivery box: Local delivery box rental,

per annum . 50.00

(e) International-type search reports: For preparing ap
international-type search report of an intemational type search
made at the time of the first action on the merits in a national

patent apPlCAtION..... cuuvvciseesssssesessmsssessssssssnsssnsassasasise 40.00
(£) [Reserved]
(g) Self-service copy charge, Per PAEC ....ccvverisssseses 0.2§

(b) For recording each assignment, agreement or othes papes
relating to the property in a patent or application,
per property.. e 40.00
(i) Publication in Official Gazette: For publication in the
Official Gazette of anotice of the availability of an application
or a patent for licensing or sale, each application

OF PBIET o..voverereasssssssnssnsarncssssonsarsnsasssossnsssessrsasastonsassassss 25.00
(j) Labor charges for services, per hour or fraction
thereof 30.00

(k) For items and services, that the Commissioner finds may
be supplied, for which fees are not specified by statute or by this
part, such charges as may be determined by the Commissioner
with respect to each such item or service...... Actual cost

() For processing and retaining any application abandoned
pursudnt o § 1.53(d) unless the required basic filing fee has been

1211 ..130.00
(m) For processing each check returned “unpaid” by
a bank .50.00

(n) For handling an incomplete or improper application
under §1.53(c), §1.60 or §1.62 ..130.00
(0) Marginal cost, paid in advance, for each bour of terminal
session time, including print tme, using Automated Patent
System full-text search capabilities, prorated for the actual time
used. The Commissioner may waive the payment by an indi-
vidual for access o the Automated Patent System foll-text
search capability (APS-Text) upon a showing of need or hard-
ship, and if such waiver is in the public interest............40.00
(p) Librasy service: masginal cost for providing (o a Patent
and Trademark Depositary Librasy access to Automated Patent
System (APS) full-text search capability, per bour of terminal
session time, including print time SO 1 X 1
[Added 67 FR. 41274, Sept. 17, 1982, effective date Oct. 1, 1982;
paras. (b) & (1), 49 FR §53, Jan. 4, 1984, effective date Age. 1, 1984;
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peras. (8)(S) & (6) added, SOFR §171, Feb. 6, 198S, effective dats Ape.
8, 1985; SOFR 31825, Aug. 6, 1989, effective date Oct. 5, 1983; pares.
(8), (Y L), (d)-(), ()-(m), S FR 6893, Feb. 15, 1969, 54 FR 8053, Feb.
24,1989, 54 FR 9432, March 7, 1989, effective Ape. 17, 1989; para. (n)
added 84 FR 47518, Nov. 15, 1989, effective Jan, 16, 1950; pares.(o)-
(q) added 54 FR 50942, Dec.11, 1989, effective Feb. 12, 1990; paras.
(e)-{c), (e)(b), ()-(@) & (n) emended, 56 FR 65142, Dec. 13, 1991,
effective Dec. 16, 1991; pasas. (p) & (q) deleted, S6FR 65142, Dec. 13,
1991, effective Des. 16, 1991; pazes. (8)(1), (e)(5). (e}(6), (b}(2). (5)(3),
(e) & (i), S7 FR 38190, Aug. 21, 1992, effective Oct. 1, 1992; pare. (p)
edded, 57 FR 38190, Aug. 21, 1992, effective Oct. 1, 1992]

§ 1.22 Fees payable ln advance.

(@) Patent end trademark fees and chasges payable o the
Patent and Trademark Office are required to be paid in advance,
that is, a4 the time of requesting .any action by the Office for
which a fee or charge is payable with the exception that under
§ 1.53 applications for patent may be assigned a filing date
without payment of the basic filing fee.

(b) All patent and trademark fees paid to the Patent and
Trademark Office should be itemized in each individual appli-
cation, pateat or other proceeding in such amanner that itis clear

foe which the fees are paid.
[48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983)

§ 1.23 Method of payment.

All payments of money required for Patent and Trademark
Office fees, including fees for the processing of international
applications (§ 1.445), should be made in U.S. specie, Treasury
notes, national bank notes, post office money orders, or by
certified check, If sent in any other form, the Office may delay
or cancel the credit until collection is made, Money orders and
checks must be made payeble o the Commissioner of Patents
and Trademarks. Remittances from foreign countries must be
payable and immediately negotiable in the United States for the
full amount of the fee required. Money sent by mail to the Patent
and Trademark Office will be at the risk of the sender; letters
containing money should be registered.

[43 FR 20462, May 11, 1978)

§ 1.24 Coupouns.

Coupons in denominations of three dollars, for the purcha