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701 Statutory Authority for Examination

3§ U.S.C. 131. Exination of application.

The Commissioass shell couss en enemination o be made of be application
cad G disged new invention; ead if on auch examination i wpows thel the
spplicant is entitled o o pateas wader e law, e Commissions shell issus &
patent Guezefor.

The main conditions precedent to the grant of @ patent ¢0 a0
applicant are set foeth in 35 US.C. 101, 102, 103.

35 U.S.C. 101, lnventions patentcble.

Whesver inveats of discovers eay vew end ueelul process, machine, menuloc-
e, oF compoaition of maties, or eny Bew ead veell improvement Gwreof, may
obisin & patemt Guerefor, subject to e conditions ead requizoments of tiis title.

Form Paragraph 7.04 copies 35 U.S.C. 101.

38 U.5.C. 160, Definitinss.

Whoa veed in this titls unless the costens cthurwise indicntes —

{a) The term “izvention” wasss invention o dissovesy.

() Ths term “process” means process, et or methed, ead iaciudes » Bsw wse
of e knowa process, machine, mewufecture, composition of matier, v material.

(c) The werms “Usited Stated” end “this covntzy” meen the United States of
Americs, its territorios ead posessions.

(d) Ths word “petentoe” includes wit only Gio puisaies to whomthe patest wes
insed bua eles the supcesscrs in tils to the patentes.

702 Requisites of the Application [R-14]

When a new application is assigned in the examining group the
examiner should review the contents of the application tw deter-
mine if the spplication meets the requirements of 35 U.S.C. 111,
Any matters affecting the filing dete or shendonment of the
application, such as lack of an ocath o declarstion, filing fee, or
claims should be checked before the application is placed in the
storage racks to await e first action.

‘Theexaminee should be careful to sce thnt the application meets
all the requisites set forth ia *>MPEP Chaplere 600 both as ©
formal matters and 25 0 e completencss and clagity of the
disclosure. Umwmmmmmmmm
calledupon for necessary emendments. Such s 18, how-
ever, must uot inclede new matier,

762.01 Obviously Informal Cases [R-14]
Whea sn application Is reached for its first acticn and it b Gaen
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g followed:

(1) A reasonable search should be made of the invention so fas
as it can be understood from the disclosure, objects of invention
and claims and any apparently pertinent art cited. In the rare case
in which the disclosure is so incomprebensible as to preclude a
reasonable search the action should clearly inform applicant that
no search was made,

(2) Informalities noted by the Application Division and defi-
ciencies in the drawing should be pointed out by means of
altachments (o the examiner's letter (see MPEP § 707.07(a)).

(3) A requirement should be made that the specification be
revised to conform to idiomatic English and United States
practice;

(4) The claims should be rejected as failing to define the
invention in the manner required by 35 U.S.C. 112 if they are
informal. A blanket rejection is usually sufficient.

The examiner should not atempk to point out the specific points
of informality in the specification and claims. The burden is on
the applicant o revise the applicatioa to render it in proper form
for a complete examination.

If a number of obviously informal claims are (iled in an
application, scch claims should be treated as being a single claim
for fee and examination purposes.

It is obviously to applicant’s advantage 0 file the application
with an adequate disclosure and with claims which conform 0
the U.S. Patent and Trademark Office usages and requirements.
This should be done whenever possible. If, bowever, due o the
pressure of a Convention deadline or other reasous, this is not
possible, applicants are urged to submit prompily, preferably
within three months afier filing, a preliminary amendment which
corrects the obvious informalites. The informalities should be
corrected to the extent that the disclosure is readily understood
and the claims to be initially examined are in proper form,
particulasly as to dependency, and otherwise clearly define the
invention. “New mattes” must be excluded from these amend-
ments since preliminary amendments do not enjoy original
* disclosure status, MPEP § 608.04(b).

Whenever, upon examination, it is found that the terms oe
phrases or modes of characterization used 1o describe the inven-
tion are not sufficiently congonant with the art to which the
invention pertains, o with which it is most neasly connected, to
enable the examines womake the examination specifiedin 37CFR
1.104, the examiner should make @ reasonable search of the
invention so far as it can be uaderstood from the disclosure. The
action of the examiner may be limited (o a citation of what
appears to be the most pertineat peioe art found and a request that
applicant correlate the tesminology of the specification with ast-
accepied teeminology befose fusther action is made.

Use Foem Paragraph 7.01 where the werminology is such that a
proper search cannot be made.

7.00 Use of Terminology, Cannat Be Enamined

A preliminary examisstion of thhis upplication revealsthal i iscludes termincl-
ogy which is so &fforeat from Ut which is generally ecoopied inthe ant to which
this iavention periaing thal it is impeuctical to make & roper seerch of G price
.

T00-3

Cznmlany Nates
(8} Use this ox pacagragh 7.02 whien & search caanct bo made.
@) In de “Beeckel”, (2] in an sppeoprisie indication of the weemincl

mmdm%%“mhwﬂmum&u%wd
spacificetion involved.

(3) For e mroceduze to be foliowed when caly e drawing is informal, see
608.9%(s) ead G08.020) of the MPEP.

Use Form Paragraph 7.02 whers the epplication is 0 incomprehensible
ressctable seerch cannnt be made.

7.02 Disclosure iz lncomprehunsilile

mmuwwmssusc 812, firm paregraph, as being 2o

as to preciude e remscashle search of the prior am by te
onm.Fouxm the following items ezo Bot undersiood: [1).

Agplicent is requiredto submil en arsadment which derifiesthe disclonze so
that the examing way maks o gropes comperison of the invention with e price
ot

&pplicant should be cazeful nat Wwinoduoe eay vew meiie iato the disclosuse
(i.0., mmttee which is eot supporiad by te disclosure es ariginally flad).

& SHORTENED STATUTORY PERIOD ROR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS FROM THE DATE OF THIS LETTER.

Ensminer Netos

1. Use this paregreph whea o ssarch canaot be made.

2. In o bracket, indicats the poge tumbers wnd foasures which are ot
vadersiood.

3. Ses forim paragraphs 6.28 ead 6.30 for improper idiomatic English.

Use Form Paragraph 7.03 where the invention cannot be
understood because of illegible handwriten pages.

7.03 Handwristen Pages are lllegible
?mmmuhmmmmmum
are illegible.
Whmwmmmmmmm
spaced form.
A SHORTENED STATUTORY PERIOD ROR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS FROM THE DATE OF THIS LETTER.

Foe the procedure to be followed when oaly the drawing is
informal, see MPEP *§ 608.02(a) and »§< 608.02(b).

703 “General Information Concerning
Patents” [R-6)

The pamphlet “General Information Concerning Patents™ **>,
for use by applicants comemplating the filing or prosecution of
their own applications, may be purchased from the Superinten-
dentof Documents, U.S. Government Printing Office, Washing-
oo, D.C. 20402.<

704 Search [R-14]

Afver reading the specification and clshins, the examiner
searches the prior ast.

mmwmummﬁkam
Chapier 900. See *>MPEP< § 904 through >§< 904.02. The
inventon should be thoroughly understood before @ search is

Bov. 14, Mov. 1952
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derstood when they come up for action in
mguhmmﬁw@wam@%a@&om
prosecution.

PREVIOUS EXAMINER'S SEARCH

When an examiner is assigned to act on an application
has received one or mote actions by some other examiner, full
faith and credit should be given to the search and action of the
previous examiner unless there is a clear ervor in the previous
action or knowledge of other prior art. In general the second
examiner should not take an entirely new approach (o the case o¢
attempt to recrient the point of view of the previous examiner, o
make a new search in the mere bope of finding something. See
MPEP § 717.08.

708 Patentability Reports [R-6)

Where an application, properly assigned to one examining
group, is found to contain one or more claims per se classifiable
in one or more other groups, which claims are not divisible inter
se or from the claims which govern classification of the applica-
tion in the first grorp, the application may be referred o the other
group or groups concerned for a report as (o the patentability of
certain designated claims. This repoet is know as a Patentability
Repon(PR.)andissignedbytheprimryexaminerinme
reposting groy

The repot, if legibly wrilten, need not be typed.

Note that the Patentability Report practice is suspended, except
in extraordinary circumstances. See >MPEP< § 705.01().

705.01 Instructions re Patentability Reports

When an application comes up for any action and the primary
examiners involved agree that a Patentability Report is neces-
sary, the application is forwarded to the peoper group with &
memorandum attached, for instance, “Fot Patentability Repot
from group —— = a8 10 Claims —= =

705.01(a) Nature of P.R., Its Use and
Disposal [R-6]

The primary examiner in the group firom which the Patentabil-
ity Report is requested, if be or she approves the request will
direct the preparation of the Patentability Repost. This Patenta-
bility Report is written or typed on a memorandum form and will
include the citation of all pestinent references and a complete
action on all claims involved. The field of search covered should
be endorsed on the file wrapper by the examiner making the
report. When an examiner to whom a case bas been forwarded for
aPateatability Repoet is of the opinion that final action is in order
as (o the referved claims, be oe she should so state. The Patenta-
bility Report when signed by the primary examiner in the
reporting group will be returned o the group © which the
application is regularly assigned >and placed in the file wrap-
per<.

Rev. 14, Nov. 1992
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mwwmwmwmmmwmwm
mmum”wwcw The Purainh

muwhamemmﬁvmammbmisﬂwmmm
in the file uatil the case is finally disposed of by allowanc
ahendonment, at which time it should be removed.

DISAGREEMENT ON PATENTABILITY REPORT

If the primary examiner does not agree with the Patentability
Report or any poetion thereof, he or she may consult with the
primary examiner responsible for the repoet. If agreement as 10
the resulting action cannot be reached, the peimary examiner
having jurisdiction of the case need not rely on the Patentability
Reportbutmay make his or ber own action on the referred claims,
in which case the Patentability Report should be removed from
the file.

APPEAL TAKEN

When an appeal is taken from (he rejection of claims, all of
which are examinable in the group preparing a Patentability
Report, and the application is otheswise allowable, formal trans-
fer of the case o sald group should be made for the purpose of
appeal oaly. The receiving group will take jurisdicion of the
application and prepare the examiner’s answer. At e dme of
allowance, the applicationmay be seat o issue by ssid group with
its classification determined by the controlling claims remaining
in the case.

705.01(b) Sequence of Examination

In the event that the supervisory primary examiners concerned
ina P.R. case cannot agree a8 1 the order of examination by their
groups, the supervisory primary examines having jurlsdiction of
the case will direct that a complete search be made of the ant
relevant to his or ber claims prioe W referring the case to another
group for report. The group to which the case is referred will be
advised of te results of this search.

If the supervisory primary examiners are of the opinion that a
m«mmmwmuapmmmwm
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EXAMINATION OF APPLICATIONS

705.01(c) Counting and Recording P.R.’s [R-6)

The forwarding of the application for a Patentability Report is
not to be treated as a transfer by the forwarding group. When the
P.R. is completed and the application is ready for retura to the
forwarding group, it is not counted either as areceipt or action by
transfer. Credit, however, is given for the time spent. See
>MPEP< § 1705.

The date stats of the application in the reporting group will be
determined on the basis of the dates in the group of original
jurisdiction. To insure orderly progress in the reported dates, a
timely reminder should be furnished to the group making the P.R,

708.01(d) Duplicate Prints of Drawings [R-6)

In Patentability Report cases baving drawings, the examiner (o
whom the case is assigned will furnish to the group to which the
case is refesred, prints of such sheets of the drawings as are
applicable, for interference seasch purposes. Thas this has been
. done may be indicated by a pencil notation on the file wrapper.

When a case that has bad Patentability Report prosecution is
passed forissue or becomes abandoned, NOTIFICATION of this
fact will AT ONCE be given by the group having jurisdiction of
the case to each group that submitted a Patentability Report. The
mmmmmgmmnmmmm

bendonment on *>(he< duplicate set of peints. At
mmmmmmavmwmmg
group, they may be desiroyed.

708.01(e) Limitation es to Use

Pateruability Report peactice is not oblige-
mwmmwmwdmmwmnwm“vew
sxamines tme o result in impeoved quality of sction due o
mwmmn Amvmgmmm:mmmu
1 Bem Al ae Ofmmmkﬁf
SN mﬂuymmubmdonme
Wmmmmmmmmmm
in some instances cither less time is required for examinstion, o
the results are of betier quality, whea specialists on each charac-
ter of claimed invention treat the claims directed (o thelr spe-
cialty. Howeves, in many instances a single cxaminer can give s

mmwmmmmwmemam

Patentability Repost practice.
WM@MWWM&WW&M

0t proper ae as follows:

(1) Where the claims are related us s manufactusing process end
8 product defined by tie process of manufacture, The examiner
kaving jurisdiction of the process can ususlly give a complete,
sdequate examination in fess total examiner time than would be
sonsumed by the use of & Patentability Repost,

(Z)WMMcMmmmmuwommdlmm
involves merely the fact that & product having cestaln character-

7005

706
istics is made. The examiner having jurisdiction of the product
can usually make a complete and adequate examination.

(3) Where the claims are related as a combination distinguished
solely by the characteristics of a subcombination and such
subcombination per se. The examiner having jurisdiction of the
subcombination can usually make a complete and adequate
examination.

Where it can be shown that a Patentability Repoet will save total
examiner time, one is permitted with the approval of the group
director of the group to which the application is assigned. The
“Approved” stamp should be impressed on the memorandum
requesting the Patentability Report.

705.01(f) Interviews With Applicants [R-14]

In situations where an interview is held on an application in

which a Patentability Report has been adopted, the reporting
group may be called on for assistance at the intesview when it

concerns claims treated by them, See MPEP *§ 713 to
>f< 713,10 regarding intezviews in general,

706 Rejection of Claims [R-6]

Although this past of the Manual explains the procedure in
rejecting claims, the examiner should never overiook the impog-
taace of his or ber role in allowing claims which properly define
the invention.

57 CPR 1,106, Rejection of clalms,

(e} If the iavention is act considesed pateasable, of bt considesed petentable
& claimed, the clolme, ce hoss consldered uapatentabls will be rejected,

(b} Ia sejecting claims for wanst of novelly oz foe obviousaess, the eramines
st cito the best reforonces of lis command, Whes s refereace is comples or
shows ce desaibee laveations other than that claimed by the epplicant, the
pésticuler pant reliod on mam be desigesied es neasly e . The
pestineace of each reference, I not eppesent, bwst be cleesly onpleined asd each
eefocted claim epecified.

(c)inecjecting claima the oxarminar may rely upoa admissions by the epplicant,
e the patest owees in 6 reeramination , 8 0 eny matior effocting
peteatshility sad, inscler e rojoctions in applications see concerned, may also
sely upon fects withis be oe b knowlsdge pussuast to § 1,107,

»(d) Subjeet matiee which is developed by snotlue pesson which qualifies as
prioe et oaly vadee 35 U.S.C. 102(0) oz (g) may bo wed us rice e under 3§
U.5.C. 103 agaiast o claimsd investion ualess the cutire rights to the subject
meites end the claimed invention were commonly owsed by the sams pecsoa oz
ergasization oz subjoct 1o as obligation of assigament to the sams pereod of
cegenization o (be Ums Gie clalmed invention was made,

(o) Ths claime I5 eay criginel opplication saming e iaventos will bo rejected
s boing preclisdad by o welver in e publiched statntory iavention rogisation
saming et iaveator i tie seme adslect matise Is clalmaed la the egplication snd
the statisicry lavestonregiswetion. The clalms in eay relasus application naming
8 lsventoe will b rejected sabulag precluded by e walverine puldished ststusory
inventicaregisteation naming the iavener If tho relsoue agpllcation seekstoclelm
eubject matiee (1) which was 5ot eovared by clalms leswsd in the patsnt pelce to
the date of publication of the mstitory ivertion reglstration sad (2) which was
the catme mdsject matior waived Ia e statuiory lnveation reglswraticn.e

Patent examiners carty the responsibility of making sure that
the standard of patentability enuncisted by the Supreme Coust
and by the Congress is applied in each and every case. The
Supreme Court in Graham v. John Deere, 148 USPQ 459
(decided February 21, 1966), stated that,

“Usdee § 109, the scope aad content of the prior et to be detes.
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mined; differences between the peior azt and the claima & tissus areto
be ascertained; end the level of ordinary skill in the pemtivent ast
resolved. Against this backgroued, the obviousmess or
sonobviousness of the subject mazer is determined. Such secondary
considerations as commercial success, long felt but unsolved needs,
failure of othess, etc., might be utilized to give light to the circum-
stances sustounding the origin of the subject matter scught to be
patented. Asindiciaof chviousness or honobvicusness, these inquires
may have relevency. . . .

“This is ot (o say, however, thet there will pot be difficulties in
epplying the soacbvioustess test, What is obvious is aot & question
upon which there is likely to be uniformity of thought is every given
factual coatext. The difficulties, however, wre comparable to thase
encouttezed daily by the cousts in such frames of referenceo as
negligence and scienter, snd should be amenabls (o & cage-by-case
development. We believe that strict observance of the requizements
laid dowe heze will result in that usiformity end definitiveress which
Cougress called foe in e 1952 Ast.

“While we have focused attention ou the appropriste standadtobe
agplied by dhe cowrts, ik mus be remembeted e the primagy
responsibility foe sifiing out uapstenteble metesial lies in the Patent
Office. To await tigation is — for ofl practical purposes— 0
debilisate the patont systom. We have cbeseved 6 motorious diffecence
betwaen the staaderds epplied by the Petent Office and by the counts,
While many teasons csa be edduced to enplain e » OB
may well be tie free rela ofien exacised by eramines in thelr use of

. the comcept of inventicn.’ Tu thie coansction we aote that the Pateat
Gffics is coafionted with o mos difficult waek. . . . This is iself @
compelling ressos fop the Commissionse to strictly adhero to the 1952
At e istorprated bhere, This would, we belisve, Bat ouly eapedits
disposition but bring ebout 8 closer concumrencs betwest edministre-
tive ead judiciel procedent.”

Mwﬁ@gly.mwmmgmmmwdwm
mmwmmzmwmmmmmmm
patent would not justify the statutory presumption
mmy(sw.sc M).mwmlt“wm;vm eome

squirements lald down by Congress in the 1952 Act as inter-
meswcm

Office policy has consistently been to follow Graham v. John
Beere Co. inthe consideration and determination of cbviocusness
under 35 U.S.C. 103, As quoted above, the three factual inquires;
emmmmmmmmwmgmm

Jetermination dmewopemdmmdmemm
2 Amnmgmediﬁmmmmemmmdm
claims in issue; and
3. Resolving the level of ordinacy skill in the pertinent ast,
mswc@mmmmﬂwmmm

¥, Ag Pro, 189 U&FQ 449 (mm Apetl 20, 1976) and
Anderson's-Black Rock Inc. v, Pavemens Salvage Co., 163
USEQ 673 (decided Decembes 8, 1969) decisions. IBMW.
mcmemmﬁmmmmm soaibinations
produced & “new oe diffecent function” snda sywmdcmuu"
bt clesrly decided whether the claimed inventions were unobvi-
ous on the basis of the theee-way test in Geabam, Nowhere in its
decisions in those cases does the Court state thes the “new of
different function” and “synergistic resul(” (eats supersede &
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Accordingly, examiners should apply the test for patentability
under 35 U.S.C. 103 set forth in Graham. It should be noted that
the Supreme Court's application of the Graham test to the fact
circumstances in Ag Pro was somewhat stringerd, as it was in
Black Rock. Note Republic Industries, Inc. v. Schlage Lock Co.
200 USPQ 769 (C.A. 9th Cir.) The Court of Appeals for the
Federal Circuit stated in Stratoflex Inc. v. Aeroguip Corp., 713
F2d 1530, 218 USPQ 871, 880 (Fed. Cir. 1983) that

A requirement for syeergism or & synesgistic effect is no-
where found in the statwe, 35 U.S.C. Whea present, forexample ine |
chemical cage, sysezgism may poind toweed noaobvicussess, b its
shsence hes po place in evaluaiing the evidence on obviousness, The
mote objective findings suggesied in Geeham, supra, ere deawn from
thelanguage of the statute end ege fully adequate guides for evaluating
theevidencsreluting to with 35U.8.C, § 103, Bowser Inc.
v. United States, 388 F. 24 346, 156 USPQ 406 (Cu. Ci. 1967)

The standards of patentability applied in the examination of
claims must be the same throughout the Office. In every art,
whether it be considered “complex,” “newly developed,”
“crowded,” or “competitive,” all of the requirements for patenta-
bility (e.g., novelty, usefulness and unobviousness, as provided
in 35 U.S.C. 101, 102, and 103) must be met before a claim is
allowed, The mere fact that a claim recites in detail all of the
features of an invention (i.e., is 8 “picture” claim) is never, in
itself, justification for the allowance of such a claim,

When an application discloses patentable subject matter and it
is apparent from the claims and the applicant’s argumends that the
claims are intended (0 be directed (o such patentable subject
matier, bist the claims in thelr present form cannot be allowed
because of defects in form or omission of a limidon, (he

of examines should notstop wilh a bare objection or rejection of the

claims. The examines’s action should be constructive in natuge
and when possible should offer a definite suggestion foe correc-
tio.

If the examiner is satisfied afier the search has been completed
that patentable subject matter has been disclosed and the record
indicates that the applicant intends 1o claim such subject mattes,
fie or she may note in the Office action that certain aspects or
fmesoﬂhepmwb&einvendonhavenocbeenchimedmd

that if properly claimed such claims may be given favorable

37 CFR 1.152. Reconsidsration,

Afier cespoase by epplicent or patest ownez (§ 1,11)) the egplication o patent
uador resnaminution will be reconsidsced aud agela enamissd. The epplicent oe
mwwﬂﬂhmﬁﬁdﬂdﬂmmuﬁm&.amamw
mads, iothe somo mansoe ao afiee the firut enarmination, Applicantorpatent cwnes
sy respoad to such Offico entioe, la the sums manses provided e § 1,111 with
¢ widiont wnsndmeat. Ay emendmeats afice i seccad Offics sctios must
cedinesily be sestricied (o the rejection e to the oljections o7 requiresmsnls made,
‘Tho epplication or patent vades resnamisation will bo sgela cosidered, end so

) o8 repeaiedly, valess die cuaminer as iadicatsd thas e actioa s fiasl,

See *537 CFRR< 1,112 for reexamination and reconsideration
of & patent under reexamination after responses by the patent
ownes,

sSee MPEP Chapter 2300 for rejection of claims in an applica-
tion for & Statutory Invention Reglstration.<
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706.01 Contrasted With Objection [R-6]

The refusal to grant claims becanse the subject matter as
claimed is considered unpatentable is called a “rejection.” The
term “rejected™ must be applied to such claims in the examiner’s
letter. If the form of the claim (as distinguvished from its sub-
stance) is improper, an “objection” is made. The practical differ-
ence between a rejection and an objection is that a rejection,
involving the merits of the claim, is subject to review by the
Board of >Patent< Appeals >and Interferences<, while an objec-
tion, if persisted in, may be reviewed only by way of petition to
the Commissioner.

An example of a matter of form as (o which objection is made

is dependency of a claim on a rejected claim, if the dependent
claim is otherwise allowable. See >SMPEP< § 608.01(n).

706.02 Rejection on Prior Art [R-14]

35 U.S.C. 102, Conditions for pasersalilisy; novelty and loss of right to patess.

4 peeson ehall be entitled to & puient ualess —

(s) the iaveation wes kuowa of used by others ie this counizy, @ patented og
described in e grinted publication in Giis or e fozeign country, before s inveation
theseof by tie spplicant for patest, oz

(b) the invention was patented oz described in o grinted publication in this er
& foreign counigy o in public use or on sale in this coustry, more thas oas yesr
peios to the date of the spplicstioe for petent in the United States, ce

{c) bio hies sbamdoasd tie inventioa, ot

{6} the invention was fust patested ce caused to be petentsd, or was the subject
of e iventor’s costificats, by the applicant or bis legal representatives or asrigas
in s forsigncountry peice totis dete of the epplication foe the petsmtin this countey
o6 e application far pelent oF invenios's cerificate (illed mors Gua twelve
moaths before die (iling of tie epplicaticn in the Unlted States, &

(e) s invertion was dsecribed iz o pateat granted o 6n applicstion for patent
by ancther (iled in the United States before (s inveation thereol by the spplicast
mmawummmwmmmmwm

quiremaents of pezagraghs (1), (2), end (4) of ssation 371(c) of tals title before
mmmwmmmm

(ﬁthMwmmcmm#whmmd.a

(g) bafoze die applicast’s inveation (ioresd the invention wes made in tis
couaey by eucthes who bad act deadoned, o comcesled it. In
determining priceity of inveation diese shall bo considered uct caly e respactive
dates of couceptice ead tediction 1o practice of the inventicn, but elso the
teascasble diligeace of cus who wes first ¢o conceive eand lemt to reduce to
peactice, from o time price (o coscepiion by e othee.

3% U.8.C.103, Conditions for patertability; nem-obvisus subject matter.

A patent may 9ot be obisined *>Goughe Ge inveation is ant ideatically
disclosed oz deacibod as set forts ia section 102 of Gils tidds, i dis differences
betwesn the subjlect rmatise sought tobe pelsated sad die price wnt ez such that the
subject matior us 6 whols would haye boeu cbvicus o the time tie invention was
made (o & person bavieg cedisery shif) in (i et to which sald mubjoct matise
pesteing. mmaym“umwmombmwm
s made

Gudbjgce gaastes by aactier pusses, whids qualifies as price et culy
undes oubssetion (f) or (g) of sectien 102 of s tide, ohall et proclude
wadoe duls ssction wiure b aubjeat matier ead the clalmed laves-

tion wers, & s tme Gie inveaticn wes mads, owaed by the same perscs o2

wulsfect to as obligation of assignmest to the sams perscR.

mmammmmmmasusc 102, ccelse it
mw«mmzsv.sc lm.m!mgmwbemdh
nequivocal SecM?EPI‘mM‘I(d)
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706.02
35USC. 102 (ANTICIPATION OR LACK OF NOVELTY)

The distinction between rejections based on 35 U.S.C. 102 and
those based on 35 U.S.C. 103 should be ket in mind. Under the
formez, the claim is anticipated by the reference. No question of
obviousness is present. Itmay be advisable to identify a particular
partof the reference to support the rejection. If not, the expression
“rejected under 35 U.S.C. 102 as clearly anticipated by” is
appropriate.

7.07 Statemens of Stasutory Basis, 35 U.S.C. 102

Thefollowing is e quotation of the appropriate parageaphs of 35 U.S.C. 102 that
foera the basis for the rejections uades this sectios made in this Office sction:
4 porson ehall be entitled to a patent ualess-

Examiner Notes

1. The slatute is so longer being recited in gll Office actions. It is caly requised
in first ections on the merits ead final rejectioas, Where the sistute is being cited
in ap action on the merits, use 7.102.

2. Paragrophs 7.07 10 7.14 aze to be vaed ONLY ONCE in e given Offico sction.

7.08 102(a), Activity by Another Before Invention by Applicant

(e) ths igventios wes knowa ot used by others in this country, o pateated or
described in e printed publication in this oz a foreign couatry, before the inveation
theteof by the epplicant for o patent,

Esominer Netos
This paregreph must be proceded by paragraph 7.07.

7.09 102(b), Activity iore Than One Year Prior to filing

(b) the iaveation was petestod or described in  printed publication ia this o¢
o forelgn couatzy oe in public veo or oa sale in this coustry, moze than one yous
prioe to the dass of application foe pateat in the United States.

Ersoniner Noter
This paregreph et be preceded by paregraph 7.07, asd may be preceded by
paragraph 7.08,

7.10 102(e), lnvention Abandoned
() be bes shaadoned e inveation,

Enomilase Notes

This peregraph emust be preceded by paragraph 7.07, aad mey be preceded by
ong o2 more of paregeephs 7.08 ead 7.09.

7.11 103(d), Fereign Pasersing

(d) the invention wao first patented oz caused (o be paeated, or was the subject
of ea inveatos’s certificate, by the applicent o his legal representatives o assigns
in o fozeign country mior o e date of e spplication foe patent in this country
6B & foz patent of inveatos's cartificate filed more thea (welve
motihs befose the fillng of tis epplication in the United States,

Vasemlney Metes

Tlids pacagreph musst be precsded by pezegreph 7.07, end may bo preceded by
aae o¢ facre of paragrephs 7.08-7.10,

712 1024e), Patsws b3 Ancther With Eavllsr Piling Date

(e} s invention wes described in o pateat grasted ca en epplication for patemt
by ancilser (led in the United Statasbeforo the laveation thereof by the epplicant
foe gatsat, of o 6B internationsl epplication by eacther who has fulfilied te
tequicernseis of paragrephs (1), (2), ead (4) of seciion 371(c) of this title before
tho invention theredf by tie epplicent for patent,
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Exominer Note:

This peragraph must be preceded by peregraph 7.07, aad may be preceded by
oue oe more of pezagzephs 7.08-7.11.

7.13 102(f), Applicans not the Invensor
(6) he did not himself inveat the subject maner sought to be pateated.

Examiser Note:
This pesagroph must be greceded by paregreph 7.07, and may be preceded by
one o¢ more of pazegraphs 7.08-712.

7.14 102(g), Priovity of Invention

(g) before the epplicant’s invention thereof the inveation was made ia this
country by saother who kad sot dbendoned, supprested, or concealed it. In
detestnining priotity of inveation there shall be coasidered not only the respective
dates of conception and reduction to practice of Ge inveniicn, bt also the
resscnsble diligesce of one who was fizst (o couceive aad lest to seduce to
peactice, from e time prioe (o conceplion by the othes.

Exsslaer Metes

‘This peragraph mmst be preceded by paragraph 7.07 ead may be proceded by
one of moee of paregraphs 7.08 - 7.13

7.18 Rejoction, 35 U.8.C. 102(a), (b) Pasans or Publication (e} andlor(g)
Clale [£] rejocted uades 35 U.S.C. 102 (2] e2 beiang (3] by (4],
Ezeminer Metas

1. In beackes 2, insest the eppropriste parsgrepl loter or lotiers in peseathesie
o£3ISUSLC. 162,

2. 1nbracket 3, insent “cloacly eaticipeted”, oz insent “enticipeted” end odd

esplanstion ot G ead of the peragreph.
3. In brackuc 4, insert the prioe et eelied upoa.

4, m«mmmwmwm1nm 7.09,7.42
ead 7.14, ez apgropriats oo by passgreph 7.102.

7.06 Bgjecsion, 35 U.S.C. 102{b), Public use or om Sals
Claien [1] cojocted vades 35 U.S.C. 1020} based upos e public use o sale of
the inveaticn,
Exemiuer Notes
l.‘ls%mdumm.pwﬁcwamwb

2. This peregreph must be preceded by parsgraghs 7.07 ead 709 o by
mzm.

7.87 Bsjection, 38 U.8.C. 102(c), Abandonmens of the bwvantion

Clsies (8) sejocted uadee 35 US.C. 102(e) bocamve o invention has boon
ehandened.
EBzsminse Notes °

1. & full enplesation of dis evidense establisking e dbeadonnmat of dis
tnveation st be peovided. Seo MIPIP T06.05(s).

2, This pasagreph st bo pracaded ither by parsgraghe 7.07 6ad 7.10 ce by
pasagraph 7.102.

7.18 Rejection, 35 U.S.C. 102(6}, Foreign Patanting
Claim (1] rejpeiod vadse 35 U.S.C. 102(4) ao belag besved by epplicant’s (2],
Ereamlner Holes

This pecagraph st bs preceded giffa by pesagraphs 7.07 and 7.1 gg by

pasagraph 7.102.
7.19 Rejaction, 35 U.S.C. 10%>f<), Agplicant nos the levensor
Claim (1] rojacted undes 35 U.8.C. 102(0) because Gie spplicast &id not invess
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'thcc!nmodmam

Exnminer Note: '
1. An explasstion of the supporting evidonce estblishing that applicast was
ot the investor must be provided.

2. This paragraph must be preceded githet by paragraphs 7.07 and 7.13 gg by
pazegraph 7.102.

Provisional Rejection (Anticipation)

Provisional rejections of the anticipation type i.e., rejections as
between copending applications which would constitute actual
peior artrejections under 35 U.S.C.102 if patented, are most often
made under 35 U.S.C. 102(e). The confidential status of applica-
tions under 35 US.C. 122 must be maintained. If cither a
COmMmMOn assignee of & Common inventor exists between the
applications, bowever, and the effective filing dates are different,
a provisional rejection of the later filed application may be
appeopriate. Such a rejection could be overcome by a proper
showing under 37 CFR 1.132 that any unclaimed invention
disclosed in the copending application was derived from (be
inventor of the other application and is thus not the invention “by
anotber”, Also, a 37 CFR 1.131 affidavit showing a date of
invention prior o the effective filing date of the copending
application could be used o overcome the rejection based on
unclaimed subject matter in the copending application.

Form paragraph 7.15.1 should be used when making a provi-
sional rejection under 35 U.S.C. *>102«(e).

7.15.1 Provisional Rejection, 35 U.S.C. 102(e)

Claim 1) geovisioually rejected uades 35 U 3.C. 102(e) asbeing enticipaied by
copeading epplicetion seriel sumber (2],

serial susmbee {3) bes & comemoa [4) with e inmast
imﬁaﬁm Besed upon e ewtior effective U.9, filing date of tie copeading
epplication, it would coastitute prioe ast uadee 35 U.9.C. 102(s) if patented. This
geovisional sejection vader 35 U.S.C. 102(6) is besed upon & presumgption of
ﬁmmdm‘mxmm
This rejection under sectica 102(e) might be overcoms citheeby &
showing uadee 37 CFR 1,132 Gat eay uacleimed isvestion disclosed in the
copeadieg spplication wag derived from the inveator of this spplication ead is
thue uot the inveation “by eacther”, or by & showing of e date of invention of ey
unclaimed subjoct matior price to the effective U.S. filing date of the copeading

Examinee Notes

1. This ia used to provisioaslly reject over & copeuding spplication
m-mus filing dete that disclosas e cleimed invention. Ths copend-

ing egplication mast have cither 8 commOs signes of & COMIMOB IBVeRIor.
2. mbddmnm" mmmm«uhwmm&n
e .
3. In braclist 4, insent cither “asslgnoe” & “lavenios”.
4. 1 die cisinag of s coafiicting epplication conllict with the clalmg of the
instant epplicution, 6 provisions! double patenting rejection should deobe givea

wsing pesagraph 706.1, 7.24.1 2 7.25.1,

§. Wevidesos is of rocoed to dhow tad elthee invention is prioe ant

edditioaally
vutothe otheruader 35U .S.C. 102(foe (g), escjortionusing peregrephs 7.13 and/
o2 7.14 dhould eleo be made.

35 US.C. 103 (OBVIOUSNESS)

38 U.S.C. 103 authorizes a rejection where to meet the claim,
it is necessary o modify a single reference o to combine it with
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one or more others. After indicating that the rejection is under 35
U.S.C. 103, there should be set forth (1) the difference or
differences in the claim over the applied reference(s), (2) the

proposed modification of the applied reference(s) necessary to

arrive at the claimed subject matter, and (3) an explanation why
such proposed modification would be obvious.

Prior art rejections should ordinarily be confined strictly to the
best available art. Exceptions may properly be made, e.g., (1)
Where the propriety of a 35 U.S.C. 102 rejection depends on a
particular interpretation of a claim; (2) where a claim ismet only
in terms by a reference which does not disclose the inventive
concept involved; or (3) where the most pertinent reference
seems likely to be antedated by a 37 CFR 1.131 affidavit or
declaration. Suchrejections should be backed up by the best other
artrejections available. Merely cumulative rejections; i.e., those
which would clearly fall if the primary rejection weze not
sustained, should be avoided.

The Coust of Customs and Patent Appeals has held that expe-
dients which are functionally equivalent (o each other are not
necessarily cbviousin view of one anothes. Jnre Scott, 139 USPQ
297,51 CCPA 7477 (1963); Inre Fling, 141 USPQ 299, 51 CCPA
1230 (1964).

‘This Coust has also held that when a claim is rejecied under 35
US.C. 103, a limitation which is considered to be indefinite
cannot be properly disregarded. If a limitation in & claim is
considered to be indefinite, the claim should berejected undee 35
U.S.C. 112, second paragraph. In re Wilson, 165 USPQ 494, 57
CCPA 1029 (1970). Nowe also In re Steele, 134 USPQ 292,49
CCPA 1295 (1962). See >MPEP<§ 706.03(d).

Where areferenceisrelied on to support arejection, whetheror
66t in 8 “minor capacity that reference should be positively
included in the statement of the rejection. See in re Hoch, 166
USPQ 406, 57 CCPA 1292, footmote 3 (1970).

Where the lest day of the year dated from the date of publication
fulls on & Saturday, Sunday or Federal holiday, the publication is
not & siatutory bar under 35 U.S.C. 102(b) if the application was
filed on the next succeeding business day Ex parte Olah and
Kuhn, 131 USPQ41 (Bd. App. 1960). Itshould also be noted that
a magazine is effective as a printed publication under 35 U.S.C.
102(b) as of the date itreached the addressee and not the date it
was placed in the mail. Protein Foundation Inc. v. Brenner, 151
USPQ 561 (D.C.DL. 1966).

A 'U.S. patent may be a reference against an application even
though the patent date is after the United States filing date of the
application, provided the United Stutesfiling date of the patentis
peiortothe United States filing date of theapplication, Itisproper
o use such a patent as & basic or an suxiliary reference and such
pateats may be used together as basic and auxilisry references.
This doctrine arose in Alexander Milburn Co. v, Davis-Bournon-
ville Co., 1926 C.D. 303; 344 0.G. 817; and wasenacted into law
by 35U.8.C. 102(e). It was held applicable torejections under 35
U.S.C. 103 by the U.S. Supreme Court in Hazeltine Research,
Inc. et al v. Brenner, 147 USPQ 429 (1965). See also *>MPEP §
71501, Where two applications of different inventive entities are
copending and the filing dates differ, a peovisional sejection
under 35 U.S.C. 102(e)/103 should be made in the later filed
epplication if the applications have & common assignee or 8
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common inveator. Otherwise the confidential status of applica-
tions under 35 U.S.C. 122 must be maintained. Such a rejection
alerts the applicant that he or she can expect an actual rejection
on the same ground if the first application issves and also lets
applicant know that action must be taken (o avoid the rejection
suchas(1)filing a proper37 CFR 1.131 affidavit to swear behind
the filing date of the reference or (2) combining the two applica-
tions into a single application and thereby avoid the rejection.<

Public Law 92-34 provided for situations caused by the postal
emergency which began on March 18, 1970 and ended on or
about March 30, 1970. This law allows the applicant to claim an
earlier filing date if delay in filing was caused by the emergency.
Suchearlierfiling dates were printed on the patentsalong with the
actual filing dates whenever it was possible. However, patents
issued with earlier filing dates claimed under Public Law 92-34
are effective as prior art under 35 U.S.C. 102(¢) only as of their
actual filing dates end not as of such claimed earlier filing dates.
The details of the procedure to claim the easlier date appeared at
889 0.G. 1064.

For the proper way to cite a patent issued after the filing of the
application in which it ig being cited, see SMPEP< § 707.05(¢).

> Provisional Rejection (Obviousness)
Undez 35 U.S.C. 102(e)/103

Provisional rejections of the obviousness type under 35 U.S.C.
102(e)/103 are rejections applied to copending applications
having different effective filing dates wherein each epplication
has @ common assignee or a common inventoz, The easlier filed
application, if patented, would constitute prior art under 35
US.C. 102(e). The rejection could be overcome by 1) combining
the subject matier of the copending applications into a single
spplication claiming benefit under 35 U.S.C. 120 of the prior
applications and abandoning the copending applications, 2) &
showing under 37 CFR 1.132 that any unclaimed invention
disclosed in the copending application was derived from the
inventor of the other application and is thus not invention “by
anothes”, or 3) a 37 CFR 1.131 affidavit showing a date of
invention prior to the effective U.S. filing date of the copending
application. If aprovisional rejection is made and the copending
applications are combined into a single application and the
resulting single applicationis subjecttoarestriction requirement,
the divisional application would not be subject to provigional or
actual rejection under 35 U.S.C. 102(e)/103 since the provisions
of 35 U.S.C. 121 preclude the use of a patent issuing therefrom
as a reference against the other application.

The examples below are instructive as to the application of 35
U.S.C. 102(e)/103:

Prior Ast Under 35 U.S.C. 102(¢)

Statement of Principle:

The disclosure of an earlier filed patent application which
issues as apatentcontinues 1o be prior astunder 35 U.S.C. 102(e)
against a later invented and filed application of another inventor
even though the patent and the later invention were owned by, or
subject to an obligation of assignment 10, the same person 8t the
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time the later invention was made.

Assumption: Employees A and B work for C, each with knowl-
edge of the other’s work, and with obligation to assign inventions
to C while employed.

SITUATION RESULIS

1. A invents X and later files ‘This is permissible

application.

2.Bmodifies X v XY. Bfiles | No §102(6/103 or §102(g)/103 rejection;

spplication efier A's filing. Jprovisional §102(e)/103 rejection applies.

3. A’s puiens issues. B°s claisns rejecied under §102(e)/103.

4, B files 37 CFR 1.131 sffidevit] Provisional or ectual rejection under

o swear behind A's filing date. | §102(e)/103 may be overcome if B
mede inventioa before A's filing date.

Rejections Under 35 U.S.C. 102(f)/103
and 35 US.C. 102(g)/103

37 CFR. 1.106 Rejection of Claims

[ N N N N
(4) Sabjecs matier which is by enother person which quelifies ss

daveloped
peioe en caly vader 35 U.S.C. 102(f) or (g) may be used us prior axt under 35
US.C. 103 sgeinnt o claimed invention unless the entire rights to the subject
metse end the cleimed invention were commonly cwned by the same perion o¢
orgmizstion or subject o an cbligetion of escignment o the same person of
erganizstion & te tme the cluimed invention wes made.

PublicLaw 98-622 changed acomplex body of case law which
Wm;&mbmofmm@m

amendeﬁﬂ!.sc l%bym&mamwhnpmmphwhwh
provides that subject matter developed by another which quali-
fies as “prior ant” oaly under subsections 102(f) or (g) of 35
US.C. is aot to be considered when detesmining whether an
invention sought to be patented is obvious under 35 US.C. 103,
provided the subject matter and the claimed invention were
commoanly owned at the time the invention was made.

“Prior ast” is the existing body of technical information against
which the patentability of aninventionis judged. Publiclyknown
information is always considered in determining whether an
invenfion would have been obvious. However, under Inre Bass,
474F.24 1276, 17TUSPQ 178 (CCPA 1973),and Inre Clemens,
622F.2d 1029,206 USPQ 289 (CCPA 1980), an ealies invention
which is not public could have been treated under 35 U.S.C.
102(g). and possibly under 102(£), as prior ast with respect o a
mmmmwmmpweeomwmmm

New technology often is developed by using background
scientific or technical information known within an ceganization
but unknown to the public. 35 U.S.C. 103, last patagraph, by
disqualifying such background information from prioe art, en-
courages communication among members of research teams,
and feads 1 more public dissemination through patents of the
results of team research,

The subject mauer that is disqualified as prior art under 35
U.S.C. 103 is stricdy limited o subject matier that qualifies ag
prior art only under 35 U.S.C, 102(f) or 102(g). If the subject
matier qualifies g prior art under any other subsection ( e.g.,
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MANUAL OF PATENT EXAMINING PROCEDURE

subsection 102(a), 102(b) or 102(¢) ) it will not be disqualified as
prior art under 35 U.S.C.103, last paragraph.

‘The contents of a patent of the same or different ownership as
an application, is available as prior art against the application
under 35 U.S.C.103 by virtue of 35 U.S.C. 102(¢) as of the
application filing date of the patent. If subject matter becomes
potential prior art under 35 U.S.C. 102(e) because a patent
application is filed on such subject matter before a commonly
owned claimed invention is made the subject matier of a later
application the two applications may be combined (under 35
U.S.C. 116 and 120) into a single application and such subject
matter (with the abandonment of the two applications) would no
longer constitute potential prior art under 35 U.S.C.102(e) or
under 35 U.S.C.103 since it would not be “described in a patent
granted on an application for patent by another.

It is important to recognize that the amendment o the law
applies only to consideration of prior ast for purposes of section
103. Itdoes not apply to or affect subject matter which qualifies
as prior art under section 102, A patent applicant urging that
subject matter is disqualified has the burden of establishing that
it was commonly owned at the time the clzimed invention was
made. Absent proper evidence of common ownership at the time
the later invention was made, the appropriate rejection under
§102(f) or §102(g) as it applies through §103 should be made.<

Form Paragraphs 7.20-7.23 and 7.27 should be used when
megking a rejection under 35 U.S.C. 103.

720 Statemens of Siatudory Basis, 35 USC. 103

The following is e quotetion of 35 U.S.C. 103 which forms the basis for all
cbvicusness rejections set forth in this Office ection:

A patent may not be abisiaed though the invention is not identically discdlosed
oz described a3 sot forth fn saction 102 of this tisle, if Ui differences batween the
subjecs master sought to be paieniad sad tie price ant ere such thas the mbject
matior a8 @ whale would have besn cbvicus & the time the invention wes made
15 8 perion having cedinasy tkill in the ent to which said subject matter penising,
Wy:lﬂlmbewudmdbydwmmhmmohmknw

Sebjea developed by sncther person, which qualifies as prior an only
vnder subsection (f) end (g) of section 102 of this title, shall not preclude
patentability undes this section where the subject matter end the claimed inven-
tion were, & the time the invention was made, owned by e ssme person or-
subject to en obligution of aseigrment w the same pereon.-

Ezaminer Nete:

1. Thectstute isnolonger being re-cited ingl] Office actions. Itis only required
in firse scticns on the merits end fina) rejections. Where the sintuis is nos being
¢ited in an ection on the merits, use paragraph 7.102,

2. This paragraph ehould oaly be uged ONCE in e given Office ection,

3. This paragraph must precede parugrephs 7.21 and 7.22.

7204 103 Rejsction Using Art Disqualified Under 102(f) and (g)

Applicent hes provided evidenca in (his fils showing st the invention wes
cwnad by, or subject 10 an ebligation of assignment to, the same entity &s tie {1)
reference st e time this invention was made. , the [2] reference is
&squuptiammghSSUSC.IMorwhmynmwss
U.8.C. 103 in this application. However, this reference additionally qualifies ss
prios s under section [3) of 35 U.S.C. 102 snd sccordingly is not disqualified as
price ert under 35 U.S.C., 103,

Ezaminer Nete:

1, This raust be included following paregreph 7.20 in &l actions
containing rejections under 35 U.S.C. 103 ueing art that is disqualified under 103
through 102(0) oe (g}, bun qualifies under mother secion of 35 U.S.C. 102
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2. In brackets land 2, identify the commonly owned reference.
3. In beackes 3, insest (a), (b), (c), (6) or (¢) s eppropriate.

7202 Joint Inventors, Common Ownership Presumed

‘This epplicstion currently Jjoint inventors. In considering patentability

of the claims under 35 U.S.C. 103, the examiner presumies that the subjecs matier
of the various cluims was commonly owned 8t the time eny inventions covered
therein were made absent any evidence to the contrary. Applicant is advised of
the cbligations vmder 37 CFR 1.56 to point out the inventor and invention dates
of each elaimn that wesnot commonly cwned st thetime s Iaterinvention wasmade
in order for the exsminer w eonsider the applicability of potentiel 35 U.S.C. 103,

Examiner Note:

‘This parsgraph must beused in all spplications with joins inventors (unless the
cleims eve clesrly restricted to only one clsimed invention, e.g., culy 8 single
laim is presented in the spplication).

721 Rejection, 35 USL. 103
Claim [1) rejocted under 35 U.S.C. 103 es being wpatentable over [2).

Exsmiser Nete:
E.MMMMMWWM?@WWM

gragh 7.102<
- Z Asexplenstion of the mjection applying the Gesham v, Deere tast must be

3, 5 cheis rej. ceiom velies upon et hat s dequelified under 35 US.C. 102(f) oe
{g) based upon common ownenhip of the vention, peragraphs 7.20.1 must
follow tis

4. ¥ s mjection is & provisicnel 103 rejection besed upon o copending
epplication thes would comprise prise erunder 102(e) if patented, use paragroph
T21.% instead of s peragraph. *

7251 Provisional Rejection, 35 USL. 102(e)/103

Claim [1] peovisionally mjscted undes 35 USL. 103 se belng obvicus over
copending gesiel mumber (2],

Copending serisl aumber [3] bes & common (4] with Ge instane
application. Dased upon the carller effective U8, filing duis of Uis
application, it would constiue prfor s under 35 U.S.C. 102(e) i paaemted. This
provisione] rejection uader 35 U.S.C. 103 isbased upon e prosumption of future
mwmmm

‘This peovisicasl rejection might be overcome either by 6 showing under 37
CPR 1.132 thet eny wnclaimed inventicn disclosed in tie copending epplication
was desived feon the investor of tiis and is thus act e iavention "by
another”, oe by 8 showing of e dete of inveation prior (o the effective U.S. filing
date of e copending spplication under 37 CFR 1.131.

Esaminer Note:

1. This peragraph is used to provicionally reject cleims not patentably distines
from the disclosure in & copending spplication having e eardier U.S. filing date
aad elso huving cilher & COMMOB S56igREE GF & COMMAOn IAVENO?.

2, U the claimed invention is fully disclosed in the copending spplication, use
pecagraph 7.15.1.

3.ummmudmwmmmmmm 8

7.24.8 o2 7.25.1 bomade
“ 14

4. K evidenceof record indicates that the copending spplicetion is also prior ent

wssu.s.c. 162(5) er (g) end the copending epplication hes oy been

ummmmmm common ownership, &
ddisionelly bemadeundes 35 U.S.C. mmmm

m;.wmwmmmmwmmm

peragraph 826}

&, In bruckes 4, insent either “sssignee” or "inventor” <*

7.22 Rejection, 35 US.C. 103, Futher in View of

Ciaim (1] sejected under 35 US.C, 103 as being unpatentsble over (2] a5
applied to deim (3] sbove, and further in view of (4]

Esaminer Kete:

1. This paragraphs muct be preceded by peregragh 7.21.
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2. An explanation of the rejection applying the Grahem v. Deere test must be
723 Grahamv. Deere, Test for Obviousness

‘The factuel inquires set forth in Graham v, John Deere Co,, 383 US.C. 1, 86
S Ci. 684, 15 L Ed. 2nd 545 (1966), 148 USPQ 459, thet are epplied for
estsblishing a background for determining cbviousness under 35 US.C. 103 are
summarized as follows:

1. Determining the gcope and contents of the prior ast;

2. Ascernining the differences between the prioren and the dlsims s issue; end

3. Resolving the level of ordinary skill in the peninent an.

Exsminer Note:

‘This paregraph may be used, if appropriste, nmpmueloanauumemoﬂhz
vse of Greham vs. Deere.

727 Rejection 35 USL., 102 or 103

Claim [1) rejected under35 U.S.C. 102 [2) s enticipated by or, inthe aliemative,
undes 35 U.S.C. 103 as cbvious over [3).

Eneminer Note:

1. This is not intended 1o be commonly used &5 & mubstitute for o
rejection under35 U.S.C. 102. In other words, the Exeminer should meke e single
rejection under either 35 US.C. 102 or 35 U.S.C. 103 wherever possible using
eppropriste form pasagrephs 7.15-7.19,7.21 and 7.22. The relatively rare circum-
eances where this peregraph may be used ere as fellows:

. It is approquiste when the inerpreiation of the claim{e) is or mey be in
dispute, i.e. given one interpretation, a rejection under 35 U.S.C. 102 is appropi
stz end given anothee interpretation, & rejection under 35 U.S.C. 103 is eppropsi-
8.

b. keis also eppropriste when the exsminer cannot determine whetherornotthe

refemnce product inhererely postesses which enticipate or render

olwious the clalm but hes basls for dhifiing the busden of proct
epplicant a8 in fn re Fitzgerald et al, 205 USPQ 554,

¢ Angther vea is the slustion when te relerence 10achas 6 emell

genvas which places & claimed gpecies ia the of the public es infn re

Sdum 197 USPQ S, end e mpacies would be cbwious even if the genus
were 6ot sufficiently amall to justify & rejection uader 35 US.C. 102,

2. In each case ebove & fell should follow the rejection.

3. In brackes 2, tnsent the eppropeists 102 paragroph latter(s) in paresthases.

4. ‘This persgragh mus be proceded by paregraph 7.07, one or more of
peragruphs 7.08-7.14 as approprists, end paragraph 7.20 or peregreph 7.102.

706.02(a) %st:lblishing “Well Known® Prior
r

Things believed to be known to those skilled in the art are often
asgeried by the examiner 10 be “well known” or “matters of
common knowledge”. If justified, the examiner should not be
obliged to spend time to produce documeniary proof. If the
knowledge is of such notorious character that judicial notice can
betaken, itis sufficient 50 to state. fnre Malcolm, 1942C.D. 589;
$43 0.0G. 440, If the applicant traverses such an assertion the
examines should cite areference in support of his or her position.

When a rejection is based on facts within the personsl knowl.
edge of the examiner, the data should be stated as specifically as
possible, and the reference mustbe supported, when called for by
the applicant, by anaffidavit from the examinee. Such an affidavit
is subject 1o contradiction or explanation by the affidavits of the
spplicant and other persons. See 37 CFR 1.107.

Failure of the applicant to seasonably challenge such agsertions
establishes them as admitted prior art. See In re Gunther, 1542
C.D. 332; 538 O.G. 744; In re Chevenard, 1944 C.D, 141; 500
0.G. 196, Thigapplies alsotoassertions of the Board. In re Selmi,
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1946 C.D. 525; 591 0.G. 160; Inre Fischer, 1942 C.D. 295; 538
0.G. 503.

For further views on judicial notice, see Inre Ahlert, 57 CCPA
1023, 165 USPQ418 (1970)(assertions of technical factsinareas
of esoteric technology must always be supported by citation of
some reference work); In re Boon, 58 CCPA 1035, 169 USPQ
231 (1971) (a challenge to the taking of judicial notice must
contain adequate information or argument to create on its face a
reasonable doubt regarding the circumstances justifying the
judicial notice); and In re Barr, 58 CCPA 1389, 170 USPQ 330
(1971) (involved references held not a sufficient basis for taking
judicial notice that involved controverted phrases are art-recog-
nized),

706.02(b) Admissions by Applicant
37 CFR 1.106 Rejoction of claims.

(&) rejecting clalms the craminesmey vely vpon edmissions by e epplicen,
ammmhcmmﬁgubmwm
pulsatebiity end, inscler as misciions in spplications er comeemed, may
ely wpion fasts within ks oe ber knowledge persasnt 66 § 1.107.

The examiner may:2ly upon admissions by the applicantin the
specification orinothes pepersfiledinthe applicationinrejecting
claims. However, the examiner msy aot rely upon >37 CFRe<
1.106(c) inamannerinconsistent with Inre Ryff, esal., 45 CCPA
1037, 118 USPQ 340 (C@A 1958) end decisions subsequent
thereto,

>706.02(c) Establishing Common Owner
ship [R-6]

mmmummosmmmmk
where the peior et snd the invention wese, at :Iw m the
iawmfmmmde mwmmmmﬂmmm
gsignment wﬂwmm‘l‘hem“m
person” maﬂob&mﬂm 'same organization”, The phrase
“owned by lhe same person” mﬁw that me same persan,
m)mnmmmw:mmmm subjecttoan
cbligation of assignment to the same person” requires that a Jegal
Mmmafmmmmwmdmm“mwm
forceable obi

Ml@mmﬂmmm&mm&mmmm
invention at the time the claimed invention was made, a license
mmﬁwmymmmmmmmmm

cmwmmwwﬁ be in existen vi awie time the claimed
ismads for the subjectmatter to be disqualified asprios

it mmmmhmbmmffm

MANUAL OF PATENT EXAMINING PROCEDURE

(a) the application files refer to assignments recorded in the
Patent and Trademark Office in accordance with 37 CFR 1.331
which convey the entire rights in the applications (o the same
person-or organization; or

(b) copies of unrecorded assignments which convey the entire
rights in the applications to the same person or organization are
filed in each of the applications; or

(c) an affidavit or declaration by the common owner is filed
which states that there is common ownership and explains why
the affiant believes there is common ownership; or

(d) other evidence is submitted which establishes common
ownership of the applications in question, e.g., a court decision
determining the owner.

In circumstances where the common owner is 8 corporation or
other organization, an affidavit or declaration averring common
ownership may be signed by an official of the corporation or
organization empowered (o act on behalf of the corporation or

oeganization,

A power of attomney (o prosecute an epplication does not make
eso gn individual an official of a corporation or organization for
purposes of averring (o common ownership,

The common ownership must be shown o exist at the time the
later invention was made.

Examination of Applications of Different Inventive Entitics
Whese Common Ownership is not Established

The examiner should assume that common ownership does not
existend:

1) consider the applicability of 35 U.S.C.102(£/103 or 35
U.S.C.102(g)/103 if one application refers to the other oz if one
inventor is common 0 both applications, If these is no cross-
reference or common inventor between the applications it would
beinappropriste for the examiner torefer toone application in the
other in view of 35 US.C. 122),

2) consider interference if appropriate, or

3) suspend the later filed applicationif it is otherwise allowable
unulﬂwmlmﬁledapphmwmsabandonedmmmasapamt
and then reject the later application under 35 U.S.C.102(e)/103,

if appropriate.

Examination of Applications of Different Inventive Entities
Where Common Ownership is Established

The examiner must check o see if the applications establish
commonownershipatthe time the laterinvention wasmade, and,

p ifestablished:

1) examine the applications as to all grounds (not including 35
U.8.C.102(f) and (g) as they apply through §103),

2) examine the applications for double patenting, including
double patenting of the obviousness type, and makes 8 provie
giongl rejection, if appropriste, (¢see In re Mout, 190 USPQ

iousness (CCPA 1976),

by.mmuecmmobhmmofmmmemw.ﬂwmewm
if:
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3) examine the Iater filed application under 35 U.S.C.102(e) as

it applies through 35 U.S.C.103 and makes a provisional rejec-
tion under 35 U.S.C.102(e)/103 in the later filed application, if

approprigte, and
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4) permit applicant of the later filed application to file an
affidavit under 37 CFR 1.131 10 overcome the provisional or
actal 35U.S.C.102()/103 rejection, if appropriate, and atermi-

nal disclaimer to overcome the provisional or aciual rejection on .

double patenting of the obviousness type.<
706.03 Rejections Not Based on Prior Art

The primary object of the examination of an application is to
determine whether or not the claims define a pateniable advance
over the prior agt. This consideration should not be relegated o
asecondary position while undue emphasis is given to non-prior
ast or “technical” rejections. Effort in examining should be
concentrated on traly essential matters, minimizing or eliminat-
ing effort on technical rejections which are not really critical,
Where a majoe techaical rejection is proper (¢.g., lack of proper
disclosure, undue breadth, utility, etc.) such rejection should be
mdwidaafuﬂdevehmw&ofﬂwwmmher%byamm

j expeession.

checﬁawambmdmmmmexphmdm»ﬂﬂku
: mm)w’moa(z) IF THE LANGUAGE IN THE FORM feparais
WA‘!‘E'I’HEPEFECHW THERE WILL BELESS CHANCE

. STANDING AS TO THE GROUNDS OF

Agpropriate Form Paragraphe 7.30-7.36 should be used when
MMWWE}S USC.112.

730 Discleowe Objocted s 35 USL. 152, Lss Pavagraph

mmmm«cmmmmwm 112; “The
pecilicetondhell contalnewrluen of helavendioneadof hememer
mmwmﬁmmhmmw.mumm
@ (o enuble any pervon thilled fn e o (o which i penaing, or with which kis
mmmmudwmmﬂﬁﬂmmmwm
mmswmm”m& m.mmh.um.

Ensminer Note:
i. mmmmmaﬁmmmmemmm

ZEME.GMBMW&M wasch ase

&. failing o provide @ edeguats writion descsiption of the invention.

b fuiling tosdequasely teach how tomale endforuse the invemticn, ie.fuiling
to provide aa ensbling disclosure.

¢ failing to present & best mode of cartying oul the invemtion.

Per lw mem' glluatioss

scification, es oviginally filed, does net provide suppent for (s
Mmuhwm

4.1.3: foe & rejsction of claioss besed on the deficisnciss set
foeth b dhls pasagragh.

731 Refecsion, 35 USC. 112, Iss Pavagraph, Diseloswre

Clelm (3 yrejocted under35U.S.C. 112, firniparagraph, forthereasons set fonh
in Gis ohjsction to the specification,

Esamiaer Note:
Sagply further explonation ¥ eppropeiate. New matier refoctions diould be
ssde ender Gis saction of the statwie when the clalms depend upon e sew
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Halies.
7.32 Rejection, 35' USC. 112, I.n.l’dmm Seape of Claim Problem 4

Claim (1) rejected under 35 U.S.C. 112, firet peragraph, as the disclosure in
enebling oaly for cleims limited (2). See MPEP 706.03(s) and 705.03(z).

Essminer Note:

Use this peragraph when the specification is ensbling for & poriion of the
eubject matier claimed but the ensblement is not commensurase in scope withthe
claims. In brockes 2, deserite the subject matter supporied, which may bs by
wefesence o specific porions of the specificstion. Also, insert the busis for
umgmmwmmuwmmmzfmmmmdudmu
the end of ihe paregraph.

7.33 Rejection, 35 USL. 112, It & 2nd Paragraphs

Claim (1) rejected under 35 U.S.C. 112, first and eocond peragrephs, es the
cleimed invention is not deseribed in vuch foll, clear, contise snd exnact terms a3
toenable eny pervon ekilled in \he an tomake end use the seme, endfor for failing
to pasticulasly point omt sad dinincily claim ths subject matter which spplicant
regerds as the imvention.

Enaminer Notes
1. This shoddaoctbeused whenftis tomalke cne ar MO
seperaie rejcciions under the fise andfor the second persgreph el 35 US.C. 112,
1 other werda, sepersis rejections under either the firet paregreph or the sscond
pesagreph of 35S USLC. 112 are ‘This paragraph chould caly be wsed
when either the firet or second paregregh of 3§ U.S.C. 112 oould be epplicabls,
bz dus to some question of interpretaiion, Cacestisinty exisis o8 1o whether the
clulmed inveation is insufficiently described in the cnsbling teechings of G

spucificstion lenguage is

2, & full explanation shaald be peovided with this rejection.
7.36 Rejoction, 35 US.C. 112, 2nd Paragraph, Claims

Cladin (1) rojected uader 35 U.S.C. 112, second paragragh, indefinise
MMJ&MMmmMthmM

§. Use this peregraph whea clajins ere vagus, indeflaite, confusing, invoman
ae cannnt be undosnsed,

733 Rejoction, 35 USL. 112, “Omibus cloims®

Claim (1) sejected for obviously failing to poiat ot sad distinctly
clai the invention s requised by 35 US.C. 112, second parsgraph.

Ezsmiaer Nete:
§. Usethispessgragh toreject an “Omnibustype claim”. Nofuther enplenstion

is necusssry.
2. Soe MPED 1320.04() for cencellntion of such o claim by examiness
emneedment.

7.36 Rejection, 35 USL., 112, 4th Pevagreph

Claim (1) rejoctod undes 35 U.8.C. 112, fourth paragraph, of imgreoges
Mhmmwmﬁmmm:emm

Eesmlner Hote:
t.nM“%hhkMde&ummﬁmnm

Hendeation should be given.
2. for o vejsction of bybeid claims, soe MPEP 608.01(n).

706.03(a) l?an%t]atutory Subject Matter

Patents are not granted for all new and useful inventions and
discoveries. The subject matier of the inveation or discovery
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must come within the boundaries set forth by 35 U.S.C. 101,
which permits patents to be granted only for “any new and useful
process, machine, manufacture, or composition of matter, or any
new and useful improvement thereof.”

The term “process” asdefined in 35U.S.C. 100, means process,
art or method, and includes a new use of a known process,
machine, manufacture, composition of matter, or material.

See >MPEP<§ 2105 for patentability of microorganisms and
>MPEP< § 2110 for patentability of mathematical algorithms or
COMPULEr programs.

Use Form Paragraphs 7.04 and 7.0 to reject under 35 US.C.
101.

704 Statement of Statutory Basis, 35 US.C. 101

35 US.LC. 101 reads as follows:

'Mma@mmmmmmmm menofac-
tere, or compositien of metter ov eny new end veelul improvement tiereof, mey
m.mmmwmmumwmm"

Essminer Note:
‘Fheiz paragreph s precede the firs wes of 35 U.S.C. 101 »in oll fisst aciions
aa the medlts and finel mjections<.

785 Rejection, 35 USL. 108, Uillisy, Now-Siatusery
Claimg (8] rejected undor 35 US.C. 101 becouse [2].

Eseminer Neote:

£. Iz beackot 2, asen: e appeopeiste basls fov the rejoction, soch es:
(6} thie claimmed invention is direciad to aon-sistuony ubject matier;
(s} e claimed invantion lacks patsntebls williy;

() e lnvention e disclosed s inopentive ead Gemlom lacks wility.
2. Baglaln e rejection following e mcitation of the slatiste.

3. Gou MIEP €00.01(p) and T06.00(p}) fow cther shiuaticns.

4, Thls paregreph mast be gmoeded by paragraph 7.04.

K% ‘i:??ifv"v‘%‘;‘\m‘f,ﬁ-f*"

PRINTED MATTER

For example, & mere arrangement of peinted matter, though
seemingly a “manufacture,” is sejected as nos being within the
statutory classes. See In re Miller, 164 USPQ 46, 57 CCPA 809
(1969Y; Ex parte Gwinn, 112USPQ439 (Bd. App. 1955); and In
re Jones, 153 USPQ 77, 54 CCPA 1218 (1967).

NATURALLY OCCURRING ARTICLE

Similasly, tmingmmamnm.which&mmly
mwmrmdmmmpw Ex parte Grayson, §1
USPQ 413, .

METHOD OF DOING BUSINESS

Though seemingly within the categosy of a process or method,
amethod of doing businesscan berejected asnot being within the
siatutory classes. See Hotel Security Checking Co. v. Lorraine
Co., 160 Fed. 467 and In re Wait, 24 USPQ 88, 22 CCPA 822

Rev. 6, Oct. 1687
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(1934).
SCIENTIFIC PRINCIPLE

Ascientific principle, divorced from any tangible structure, can
berejected asnot within the statutory classes, O Reilly v. Morse,
15 Howard 62,

‘This subject matter is further limited by the Atomic Energy Act
explained in >MPEP<§ 706.03(b).

706.03(b) Barred by Atomic Energy Act

A limitation on what can be patenied is imposed by the Atomic
Energy Act of 1954, Section 151(a) (42 U.S.C. 21813) thereof
reads in part as follows:

No peiens shall heresfizr be granied for any invention o discovery
which ts usefil eclely in the wilization of special nuclesr muteriel or
siomic enorgy in &n slomic Wespon.

‘The terms “atomic enecgy” and “gpecial nuclear material” are
defined in Section 11 of the Act (42 U.S.C. 2014).

Sections 151(c) and 151(d) @2 U.S.C. 2181c and d) set up
categocies of pending applications relating to atomic energy that
must be brought to the atteation of the Department of Energy.
Undes 37 CFR 1.14(c), applications for patents which discloseor
which appeartodisclose, or which purportiodisclose, inventions
or discoveries relating 0 atomic energy are reporied to the
Depasiment of Encegy and the Department will be given access
0 such applications, but such reposting does not constitute &
determination that the subject matter of each application 80
seported isin fact useful or an invention or discovery or that such
applicationinfact discloses subjectmatierin categoriesspecified
., by the Atomic Enesgy Act.

All spplications received in the Patent and Trademark Office
are screened by Group 220 personnel, under 37 CFR 1.14(c), in
ordes for the Commissioner to fulfill his responsibilities under
section 151(d) (42 U.S.C. 2181d) of the Awmic Energy Act.
Papmmbuquemlyaddedmmbemspecwdmpﬁybyﬂw
examiner when received to determine whether the application
has been amended to relate to atomic energy and those so related
must be promptly forwarded 1o Licensing and Review in Group
220.

All rejections based upon sections 151(a)(42 U.S.C. 2181a),
152 (42 U.S.C. 2182), and 155 (42 U.S.C. 2185) of the Atomic

Energy Act must be made only by Group 220 personnel.
706.03(c) Functional

See Exparte Ball et al., 1953 C.D. 4; 675 0.G. 5: In re Arbeit
et al., 1953 C.D. 409; 677 O.G. 843 and Ex parte Stanley, 121
USPQ 621,

I8 USL. 112, Speclficstion,

‘The specification ehell contain & writen of the invention, end ef the
mansnes snd process of making ead veing it, in such full, cleas, concise, snd exnes
terms &5 to eashle any pesson tkilled in the e 10 which it pestaing, or with which
iriemost needly conmecind, tomaeks end use the same, snd shell set forh thebene
mode conemplaied by e isvenior of certying ot his invention,

‘The specification shell conclude with one eremore dlsims paniculady pointing
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wundd;mncdychunmglhembpammuwhwhﬂwapphuntwdsuhu
nvention.
Admmybewnmmmdepuﬂemm.:fﬂwmmoﬁheauldmm in

dependent or multiple dependent form.

Subject 10 the following parugraph, ldmmdepuﬂmlfmthﬂlmnm-
seference 1o & claim previously set forth and then specify s further limitstion of
the subject matier claimed. A claim in dependent form shell be constrved o
incorporate by reference all the limiaiions of the claim to which it refers.

A claim inmuliiple dependent form shall contain s reference, in the alternative
caly, o more than one clsim previcuely set forth and then specify 8 further
timitstion of the eubject mstier claimed. A mukliiple dependent claim shall not
gesve a6 8 basis for any other multiple dependent clsim. A multiple dependent
cleirm shall be construed 1o incorporete by reference sll the limitations of the
garticular claim in relation to which il is being considered.

An element in & clsim for 8 combinstion may be expressed es a means or siep
for pecforming e spacified function without te recital of structure, material, o
setsin suppontthereof, and such claim shell be construcd o cover the correspond-
ing airacture, matesial, ov scts described in the specificstion end equivalents
thereof.

The last paragraph of 35 U.S.C. 112 has the effect of prohibit-
ing the rejection of a claim for a combination of elements (or
steps) onthe ground that the claim distinguishes from the priorart
golely in an element (or siep) defined as a “means” (or “step”)
coupled with a statement of function. However this provision of
the Isst peragraph must always be considered as subordinate to
the provision of paragraph 2 that the claim perticularly point out
and distinctly clsim the subject mattee. If g claim is found to
contain language approved by the last paragraph such claim
should always be tested additionally for compliance with para-
graph 2 end if ie fails o comply with the requirements of
paragraph 2, the claim shouldbe so rejected and the seasons fully
stated.

vesagraph of 35 U.S.C. 112 makes no change in the
cstablishec Meomiecﬁngehimsmﬁmmw insituations
m&mthefoﬂoww

1. Adﬁmwﬁcbcmﬁmfmﬁomllmmmmmwdw
recitation in the claim of sufﬁcw structure (6 wamant the
presence of the functional language in the claim. An example of
ackimsfﬂ&sdwmmaybefmmlnni‘ﬂkr. 1929C.D.
172; 388 0.G. 279. The claim seads:

A woolen cloth having a tendency 0 wear rough rather then
gmooth. .

2. A clzim which recites only a single means and thus encom-
passes all possible means for performing a desired function. For
an example, see the following claim in Ex parte Bullock, 1907
C.D.93; 127 0.G. 1580:

mamwmcmmmmmmm
ammmcﬂ.

Note the following cases:

1. In re Hustchinson, 69 USPQ 138, 33 CCPA 8§79 (1946), the
teoms “adapied for use in” and “adapted (o be adhered 6" were
held not to constitute 8 limitation in any patentable senge,

2. In re Mason, 114 USPQ 127, 44 CCPA 937 (1957), the
functional “whereby” statement was held not (o define any
structare and accordingly could not sesve 1o distinguish,

3.InreBoller, 141 USPQ 740,51 CCPA 1484 (1964), the tesm
“volatile neutralizing agent” was held to be patentably effective
and commensurate with the breadth of the disclosed invention.

4.InreLand andRogers, 151 USPQ 621 (1966), the expression
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“adapted to berendered diffusiblein said liquid compositiononly
after at least substantial development” was given weight.
5.InreHalleck, 164 USPQ 647,57 CCPA 954 (1970), the term

- “an effective amount” was held not objectionable.,

6.Inre Swinehart and Sfiligoj, 169 USPQ 226 (1971), heid that
the meaning of “transparent to infra-red rays” is sufficiently
Clear.

7.InreBarretal., 170USPQ 330, 58 CCPA 1388 (1971), held
that the expression *“incapable of forming a dye with said oxi-
dized developing agent,” set forth definite boundaries.

706.03(d) Vague and Indefinite '

When the examiner is satisfied that patentable novelty is
disclosed and it is apparent to the examiner that the claims are
directed to such patentable subject matter, he or she should allow
claims which define the patentable novelty with a reasonable
degree of particularity and distinciness. Some latitude in the
manner of expression and the aptness of terms should be permit-
ted even though the claim language is not as precise as the
examiner might desire,

‘The fact that a claim is broad does not necessarily justify a
rejection on the ground that the claim wvagueand indefinite or
incomplete, In non-chemical cases, a claim may, in general, be
drawn gs broadly as permitted by the prior art.

The rejection of a claim as indefinite would appear (o present
ro difficulties, On occasion, however, a great deal or effort is
required to explain just what is wrong with the claim, when
writing the examiner’s letter, Although cooperation with the
attorney is 1o be commended, undue time should not be spent
trying to guess what the gitorney was trying 10 say in the claim,
Sometimes, 8 rejection a3 indefinite plus the statement that 8
cestain line is meaningless is sufficient. The examiner’s action
should be constructive in nature and when possible he should
offer a definite suggestion for correction,

The mere inclusion of reference numerals in a claim otherwise
allowable is not a ground for rejection. But eee Exparte Osborne,
1900 C.D. 137, 92 0.G. 1797.

Aliernative expressions such as “brake or locking device” may
make a claim indefinite if the limitation covers two different
elements. If two equivalent parts are referred to such as “rods or
bars”, the aliemative expression may be congidered proper.

The inclusion of a negative limitation shall not, in itself, be
considered a sufficient bagis for objection to or rejection of &
claim, However, if such a limitation renders the clgim unduly
broad or indefinite or otherwise results in a failure to point cut the
invention in the manner contemplated by 35 US.C. 112, an
appropriate rejection should be made.

QGenerally speaking, the inclusion of (1) negative limitations
and (2) altemnative expressions, provided that the aliematively
expressed elements ase basically equivalents for the purpose of
the invention, are permitted if no uncertainty or ambiguity with
respect (o the question of scope or breadih of the claim is
presented,

The examiner has the responsibility (o make suse the wording
of the claims is sufficiently definite 10 reasonably determine the

scope. It is applicant’s responsibility to select proper wording of
Rev. 6,0, 1987



706.03(e)

the claim, except to the extent that the selection of words makes
the claims indefinite. Under no circumstances should a claim be
rejected merely because the examiner peefers a different choice
of wording.

Still another way in which a claim can be indefinite is where a
non sequitur occurs. For example, a claim is inferential and
therefore indefinite when itrecites “said iever” and there was no
earlier reference or no antecedent in the clgim (o a lever, An
indirect limitation also affordsa ground of rejection as indefinite.
If a “lever™ is set forth and, later in the claim, “said aluminum
lever” i recited, the claim is rejected as indefinite.

Rejections for indefiniteness were affismed in In re Colin, 169
USPQ 95 (CCPA 1971); In re Hammack, 166 USPQ 209 (CCPA
1970); mdl’ured’a!tier lSSUSPQZﬁ(CCPA 1968).

Rejections for indefinitencss were reversed in In re Castaing,
IGGUSPQSSO(MA lQ‘IO)‘IunFMer 166USPQ 18(CCPA,
1970); and In re Wakefield, 164 USPQ 636 (CCPA, 1970).

766.03(e) Product by Process

An article may be claimed by a process of making it provided
it is definite. In re huoeller, 1941 CD. 316; 48 USPQ 542; 28
CCPA 932; In re Luck, 177 USPQ 523 (CCPA 1973); In re
Steppan, 156 USPQ 143 (CCPA 1967); end Imre Pilkington, 162
USPQ 145 (CCPA 1965).

When the peior art discloses @ product which ressonably
sppears 6o be either identical with or only slightly different than
e pmdm Mmd in @ product-by-process claim, @ rejection

ermnatively on either section 102 or 103 of the statuie is

Rhee & puolucs is claimed a the coventi
Brown, 58 CCPA 1063, 173 USPQ 685 (1972)' InveFessmann,
IMUWM(MAWM)

necessary for an applicant to describe his
y-process terms does not prevent him from
Mvm;mpe. Ex parte Panszer and Feler,

706.03(f) Incomplete
AMW&WEW&:&MM

v ibie wimmpecmmdeﬁmﬁmimcmof
Wﬂamﬁlww&ywmaymmﬂ@mw

flev, 6, Oat. 1967
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matters essential thereto, See also >SMPEP<§ 706.03(d).
706.03(g) Prolix

Claims arerejected asprolix when they contain long recitations
or uvnimportant details which hide or obscure the invention. Ex
parte Iagan, 1911 C.D. 10; 162 0.G. 538, expresses the thought
that very long detailed claims setting forth so many elements that
invention cannot possibly reside in the combination should be
rejected as prolix. See also In re Ludwick, 1925 C.D. 306; 339
0.G. 393,

706.03(h) Nonstatutory Claim [R-6]

Some applications when filed contain an omnibus claim such
s “A device substantiaily as shown and described”,
Such a claim can be rejected as follows:
Clgim = - igrejected for failing to particulasly point outand
distinctly claim the invention as required in 35 U.S.C. 112,
Forcancellation of such aclaim by examiner’samendment, see
sMPEP< § 1302.04(b).

706.03(i) Aggregation [R-6)

Rejections on the ground of aggregation should be based upon
& lack of cooperation between the elements of the claim, Many
decisions and some legal writers extend the teem 10 include old
and exhausted combinations GMPEP< § 706.03(j)). Confusion
£8 to what is meant can be avoided be treating all claims which
mmdemmﬂmmelemmmbinm (patentable or

Exmpleofawmﬁm Awashingmachineamcimdwima
dial telephone,
Eumpkafa!dcommnm Animmvedcarbmmchimed

A amm is not necessasily aggregatwe because the various
elements do not function simultancously, A typewriter, for
example,isagood combination. Seealso Inre Worrest, 40 CCPA
804,96 USPQ 381 (1953). Neither is a claim necessarily aggre-
yu‘vemelybecwseelenwmswhichdocoowmmmfm
in specific detail,

A rejection on aggregation should be made only after consid-
eration of the court’s comments in In re Gustafson, 51 CCPA
1358, 141 USPQ 585 (1964).

706.03(J) Old Combination [R-6)

The rejection on the ground of old combination (synonymous
with “exhausied combination®) requires the citation of a refer.

ence, butis treated herebecause of its relation toaggregation. The
reference (notacombination of references, of course)iscited, not
tosnticipatetheclaim, buttoanticipate the broad combination set
forth in the claim, Moreoves, the cooperation and result between
theelementsinthereference mustbe the sameasitisin theclaim,

A rejection on the ground of old combination should be made
whenever proper. Whether subcombination claims hiave begn
presented or allowed in the same application, oc whether other
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grounds for rejection of the combination claims exist, are not
determinative of the propriety of this rejection. The rejection is
proper when a single reference discloses broadly a combination
of the same elements functionally cooperating in substantially
the same manner (o produce substantially the same results as that
of the claimed combination.

Ex parie Silverstein, 125 USPQ 238. The fact that an applicant
hasimproved one element of a combination which may be per se
patentable does not eatitle him or her to a claim to the improved
element in combination with old elements where the elements
perform no new function in the claimed combination. In re Hall,
41 CCPA 759.

Example: An improved (gpecifically recited) carburetor
clsimed in combination with a gasoline engine. A reference is
cited which shows & casburetor combined with agasoline engine,
Thisshowsthe broad combinationtobe old. Bothinthe refesence
and in the claimed combination, the cooperation between the
carburetor and engine is the same and the ead result is the same,
The claimed combination is an improvement over the prios an
anly becanse of the improved carburetor, The carburetor has
geparate statug, since entire gubclasses are devoted to carbure-
tors, claimed as such. A reference i preferably cited (o show the
Wmmawmm(m>mqmm(d))
~s‘n )‘w“‘ 1id mmmmymmmasv.s c.
112 (feilure to point out the invention). The rejection should
make it clear exactly what the combination is and why it is
WMWNWWMMMWMM

2 tion. A suggested form for use in making an old

0  rejection is g follows:

“cmumjecmmssu.s.c.muwmduwmm

sombination mm:mm.mmm
mwmmm sombination is shown 0 be old
wmmmmMWMMMWM
lly intervelated *© in the game menner (o mdnce

mmm«:minmfetﬂumﬁcm
of the bastery itself. Since the Iatter does not modify the action of
mmmmmm«:kzmmmymamﬂmm

ombination is seen 10 exist. Jn re Hall, 100 USPQ 46; 41
OCPAJS@ 208 F. 24 370; 680 0.G.5.”

See glso Lincoln Engineering Co. v. Stewart-Warner Corp.,
3030.8. 545,37 USPQ 1 (1938); In re McCabe, 48 CCPA 881,
129 USPQ 149 (1961) (discussion of clsim 13); and particulasly
In re Bernhart, §71 CCPA 737, 163 USPQ 611 (1969).

706.03(k) Duplicste Claims; Double
Patenting [R-6]

uch &s & patent i supposed to be limited (o only one
m,nmmclmlywmmimmmm-
mmﬁﬁﬁemﬁw&mwﬂnww&hﬁcﬂumﬂ
as convenient, However, court decisions have confirmed
awiwm mghtwreﬂm(i.e..byplwmz)ﬂwmvmm
casonable number of ways. Indeed, a mese difference in
Wwwncwnsmbemlmdwbeemmh
Nevertheless, when two claimsin anapplication are duplicates,
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orelse are soclose in content that they both cover the same thing,
despite a slight difference in.wording, it is proper after allowing
oneclaim toreject the other as being a substantial duplicate of the

-allowed claim. Also, it is possible to reject one claim on an

aliowed claim if they differ only by subject matter old in the art.
The latter ground of rejection is set forth in the following
paragraph quoted from Ex parte Whitelaw, 1915 C.D. 18; 219
0.G. 1237

“Claim 54 isnot patentable over claim 51 and claims §3, 55 and
56 are not patentable over claim S0 in view of Comstock, No.
§90,657, which shows that it is old to employ an engine-casing
in tools of this character. The claims held patentable are consid-
eredasfully covering applicant’s invention, and applicantcannot
be permitted to multiply his claims by presenting alleged combi-
nations which distinguish from the real invention only by includ-
ing elements which are old in the art and perform no new
function.”

This rejection (the Ex parte Whitelaw doctrine) is usuvally not
applied if there are only a few claims in the gpplication.

Sitations related to that given above are as follows:

Where thereisacommon assignee for two or more applications
by different inventors, and the applications contain conflicting
claims, see >MPEP< § 804.03.

DOUBLE PATENTING

Where there are conflicting claims in different applications of
the seme inventor, one of which is assigned, sce >MPEP< § 304.
Where the same inventor has (wo or more applications for
species or for related inventions, see >MPEP< Chapter 800,
particulasly §§ 804-804.02, 806.04(h), 822 and 822.01 for double
patenting rejections of inventions not pateniable over each other.
See Form Paragraph 7.06 for the wording of 2 35 U.S.C. 101

double patenting rejection.
706 Rejection, 35 US.C. 101, Double Patenting

Claim [1] rejecied under 35 U.S.C. 101 es claiming the same invention as that
of elaim [2) of peicr >U.S. Patent No.{3). This is a double pateniing rejection.

Esamiser Nete:
1.This peragraph is used oaly for double patenting rejections of the ceme
invention cleimed in & carlier patent.

2. Bihe conflicting claims are in snother coponding epplication, donot use this
paregraph. A provisiona! double paenting rejection should be made using
3.De 1mllimmmb£ordw patsating rejections,
6L 168 joueness double 78

Ses paragraphe 7.24 - 1.26. e
41‘H1mnphmywumwmmmm;wmmddnm&u

(n)bywhomhvmm oF

(b) by & differens inveative entily and ere commonly egsigned, or

{¢) aot commonly assignad but have o2 lsast one common tnventor.

5. In beachet 3, insent the number of the conflicting patent

6. Hﬂwmhwadﬂﬂmhmﬁwmkymdilmmymmedmm
theeppllcation, paragraph 8.27 should sddiionally be used o require the essignee
o neme the fimt inventor.

7.4 evidence is of record to indicate that the patent is prior astunder either 35
US.C. 102(f) or (), 6 rejection should elso be mads using paregraphs 7.13 end/
o 7.14 in eddition to this double patenting rejcction.

8.1 the patens is o o different inventive emity fromtho sppliceion end the U.S,
filing date of the patent antedates the effective filing dats of the epplication, o
rejoction ender 35 US.C. 102(e) thould additlonally be made using paragraph
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7061 Frovisionsl Rejection, 35 U.S.C. 10}, Double Pasenting

Ch:m[l]ptwumllylepaednndet”u.sc. lOludummgtbeume
invention es thet of cleim [2] of copending epplicstion Serisl No. {3). Thisis a
mm[dwbhpmummmdwmﬂmudmhwemmfm

been patented.

Ezawminer Note:

| mm-mmtmmmmmmm
imvention is claimed in enother copending spplicution.

2. ¥ the confiicting cleims sre froms an irsued patent, donot use this paragraph.
See purugreph 7.06.

3. Do not use this peragraph for chvioumens double palenting rejections. See
paragraphs 7.24 - 7.26.

«mmmummwmdmmmw

(l)byMlmcmcmy i 4
(b} by a dilforant tnventive emtity sad iz commonly essigned, or
() not commmonly assigned but hes ot leem cus invenior in comance.
§.Paragraph §.28 maybeusedinplaceof avdlong with this pargrightomsclve
aay vevmaining levoes selating to peioricy under 35 U.S.C. 1020 or ().
6. I benclet 3, insent the number of Gie conflicting epplicaticn.
7. & doulile patenting mijsction dhould dlio be made i tie other conflicting

g Ui ‘ is o 8 diffeeens inventive eatity and s
commanly eseigned, pengnek 837 dould sddiionslly be wed to roquire e
sgsignee to nane Ge (i inventor.

9. ¥ exidence is eleo of recoed 1o thow st cither spplicution is prior et unto
teotirunder 35U S.L. 1000 oe(p). e minsiicn diould dlsobemadsin e odher
mmm'lmmm in gddiiion to Gis provisionsl

mxmmmdowm @ same U.8. flling due, & provisicas)

tined that undee 35 USC. 128,

m cannot reject a dim.

remen mmmwmorm

g requirement tmmmmwmm.lu

relm wssc.n 2. llSUSPleZ.seeammreHmficka
dal., 19’53@ 1; 115 USPQ 412 where the Commissioner

for regtriction Mﬂd not be m in an

SSU.,C. IZIWWNMW
tion over sy patent issuing a6 8 result of the restriction require-
ment.<

706.03(1) Multiplicity [R-6)

37 CFR .75 Claime)
40660

(6%, More thas cne claln may be presented, provided they differ substantislly
frams esch oilier and are ot wnduly multiplisd,

Rev. 6, Oct. 1967
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An unreasonable number of claims; that is unreasonable in
view of the nature and scope of applicant’s invention and the state
ofthe art, may afford a basis forarejection on the ground of multi-
plicity: A rejection on this ground should include all the claims
in the case inasmuch as it relates to confusion of the issue.

To avoid the possibility that an application which has been
rejected on the ground of undue multplicity of claims may be
appealed to the Board of >Patent< Appeals >and Interferences<
Ppriorto anexamination on the meritsof atleast some of the claims-
presented, the examiner should, &t the time of making the
rejection on the ground of multiplicity of claims, specify the
number of claims which in his or her judgment is gufficient to
properly define applicant’s invention andrequire the applicant to
select certain claims, not to exceed the number specified, for
examination on the merits, The examiner should bereasonablein
getting the number o afford the applicant some latinzde in
claiming the invention.

The earlier views of the Coust of Customs and Patent Appeals
set forth in Jn re Chandler, 117 USPQ 361,45 CCPA 911 (1958)
end In re Chandler, 138 USPQ 138, 50 CCPA 1422 (1963) have
been somewhatrevised by its viewsinJnre Flins, 162USPQ 228,
56 CCPA 1300 (1969) and In re Wakefield, 164 USPQ 636, 57
CCPA 959 (1970).

If a rejection on multiplicity is in ordes the examiner should
make a telephone call explaining that the claims are unduly
multiplied and will be rejecied on that ground. Note >MPEP< §
408. Theexaminershouldrequest selection of aspecified number
of claims for purposes of examination,

If time for consideration ig requested arangements should be
m.mw@mcm.mmtywmmm-

€

When claims are selected, @ formal multiplicity rejection is
made, including a complets record of the telephone interview,
followed by an action on the selecied claims,

When applicant refuses to comply with the telephone request,
a formal multiplicity rejection is made,

The applicant’s response to-a formal multiplicity rejection of
the examiner, o be complete, must either:

1. Reduce the number of claims presented to those selected
previously by telephone, or if no previous selection has been
made to a number not exceeding the number specified by the
examiner in the Office action, thus overcoming the rejection
based upon the ground of multiplicity, or

2. In the event of a traverse of eaid rejection applicant, besides
gpecifically pointing out the supposed errors of the multiplicity
tejecmmequkedwmﬁmdwwm made by
telephone, or if no previous selection has been made, select
ceriain claims for pusrpose of examination, the number of which
is not greater than the number specified by the examiner.

I the rejection on multiplicity is adhered to, all claimg retained
will be included in such rejection and the selected claims only
will be additionally examined on their merits. This procedure
presesves applicant’s right to have the rejection on multiplicity
reviewed by the Board of >Patent< Appeais>and Interferencese.
See also >MPEP< § 706.03(k).

706.03(m) Nonelected Inventions [R-6]
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See >MPEP< §§ 821 t0 821.03 for treatment of claims held to
be drawn to non-elected inventions.

706.03(n) Correspondence of Claim and
Disclosure [R-6]

37 CFR 1.117. Amendmens and revision required.

The specifiention, claims and drawing must be amended and revised whea
fequired, 1o correct insccuracies of description end definition or unnecessary
peolixity, and o secure comrespondence between the claims, the specification snd
the drawing.

- Another category of rejections not based on the prior ast is

based upon the relation of the rejected claim to the disclosure. In
chemical cases, a claim may be so broad as w0 not be supported
by disclosure, in which case it is rejected as unwarranted by the
disclosure. If averments in a claim do not correspond to the
averments oc disclosure in the specification, a rejection on the
ground of ingccuracy may beinorder. Itmustbe keptin mind that
an original claim is pant of the disclosure and might adequately
et forth mhém matter which is completely absent from the

. specification. Applicantisrequired in such an instance o add the

Mmmmo@mmmmmwﬂmﬁmm
37 CFR 1.118,

Yhen an amendn mmmwwwwa
wmmdm LMY mm Im&mm
application is often necessary to determine whether or not “new
W&MWMW@W}!M

astration s originally claimed

maiter
mmwmmmmmmmmmww

wmm
Ses SMPEP< §706.03(z) foe ejection on undue breadth,

quired o add it to the deawing. See SMPEP< §

706.03(c) New Matter

I8 USLC. 132, Natice of rajsction; vesummingtion.
W.wmmmmopmﬁwmwm

wmmm«mummmdmma
continuing the prosecution of his sad if eliee receiving such notice,
the applicent pessiots in bis clalem for & petent, with or without emendment, the
spplicedon daall be nexamined. No emendment shall fntroducs now matierinio
the disclosure of tie invemtion.

m.mmmmwm the oeiginal
cation is sometimes added and & claim directed thereto,
Smmc?aﬁn %wmmmepmmn:wme!emw
mwmmmmmmss UsS.C. 112,
first paragraph, In re Rmmen, 650 24 1212 (CCPA,1981).
subject matter, but algo, addmgwemﬁcwcemworcom
pounds after 8 broader original disclosure, or even the omission
of a step from & method, See >MPEP< §§ 608.04 to 608.04(c).
In the examination of an application following amendment
thereof, the examiner must be on the alest (o detect new matier.
35 U.S.C. 132 should be employed as a basis for objection to

700 - 19

706.03(s)

amendments to the abstract, specification, or drawings attempt-
ing to add new disclosure to that originally disclosed on filing.
If new matter is added to the specification, it should be objected

_ to by using Form Paragraph 7.28.

1.28 Objeciion to New Matter Added 1o Specification

meumdmmtﬁled {1] is objected 1o vader 35 U.S.C. 132 because it
introduces new matier into the epecification. 35 US.C. 132 qnstes that no
amendment shall introduce new matter into the disclosure of the invention. The
edded materisl which is not supposied by the original disclosure is as follows: [2)

Applicant is reguired to cancel the new matter in the response 1o this Office
action.

Exsminer Note:

L Inbmkuz.fmmlhememdlmnmbmmvdvedmdmmm

sppropriste explanation of your position if appropriate.
&, If new matter is aleo added to ths claims, en cbjection (o thespecification
should be made under 35 U.S.C. 112, firet paragraph, using form paragraph 7.30,

example d; as well es @ rejection using form paragraph 7.31.
706.03(p) No Utility

A rejection on the ground of lack of utility includes the more
specific grounds of inoperativeness, involving perpetual motion,
frivolous, fraudulent, against public policy. The statutory basis
for this rejection is 35 U.S.C. 101. See >SMPEP< §608.01(p).

706.03(q) Obvious Method

In view of a decision of the U.S. Court of Customs and Patent
Appeals, process claims should no longer be rejected on a theory
that once the asticle or composition produced thereby is con-
ceived, anyone skilled in the art would st once be aware of &
method of making it, /n re Kuehl, 177 USPQ 250 (CCPA 1973).

A process may be unpatentable, however, even if the product
produced therefrom is patentable, In re Kanser, 158 USPQ 331
(CCPA 1968). The mere substitution of 8 new starting material
in an otherwise conventional process may well be obvious in the
abeence of some unobvious result in the process itself, In re
Kanter, 158 USPQ 331 (CCPA 1968); In re Neugebauer et al.,
141 USPQ 208 (CCPA 1964); Corning Glass Works et al. v.
Brenner, 175 USPQ §16 (D.C. Cir. 1972).

However, the use of a specific mineral oil inaprocess was held
to be material in In re Schneider et al., 179 USPQ 46 (CCPA
1973).

706.03(r) Mere Function of Machine [R-6]

In view of the decision of the Court of Customs and Patent
Appeals in In re Tarcsy-Hornoch © at 158 USPQ 141 (CCPA
1968), process or method claims are not subject 1o rejection by
Patentand Trademark Office examinerg solely on the ground that
they define the inherent function of @ disclosed machine or

apparaus. ,
706.03(s) Statutory Bar
Another category of rejections not based on the prior art finds

-abasiginsome prior actof applicant, asaresultof whichtheclaim

is denied him.
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706.03(t)
ABANDONMENT OF INVENTION

Under 35 1).5.C. 102(c), ebandonment of the “invention™ (as
distinguished from abandonmentof an application) resultsin loss
of righttoapatent. Note Inre Gibbs et al., 168 USPQ 578 (CCPA
1971).

OWN PRIOR FOREIGN PATENT

35 US.C. 102, Conditions for patensability; novelty and logs of vight to patent.
A person shall be entitled to @ patent imless v

[ X XX ¥ ]
(d) the investion wae firet or caused to be patented, or was the subject
of sninvenos’s cenificate, by the spplicent orhis fegel representaives or assigns

maﬁ:uamm»&cdmdthcqﬁmhpmmm&umy
@ for petert o invamor's cenificate (lled more than twelve

months befors the filing of the epplication in the United Stsies, or
(T TT T

The statute above quoted establishes four conditions which, if
all are present, establish a bar against the granting of & patent in
this country:

(1) The foreign must be filed more than >12
monthe<® before the filing in the United States,

(2) it must be filed by the applicant, his or her legal represen-
tatives or asgigns.

(3) The foreign patent or inventos"s cestificate must be actually
granted (e.g., by sealing of the papers in Grest Britain) before the
filing mmmmmmmmm«.
actfrom which itca wmmmmmmm

published Ktmmmm“d.. 138

,mwwmmmmsms.c. 102(d)onthe
mdof statutocy bar.

SUBMISSION TO LIBRARY UNNECESSARY

i Mmbemﬁwdsamemwﬂw
mwywmmﬁﬂwm applicationhasbecome spatent.
Smwﬂwfmmmmwbeabarmdaﬁus,c 102(d) must
m bem granted before the filing date in this county, the
peobability of the foreign patent having issued sfter the date of
sxecution of the original cath end before the U.S. filing dateisso
slight as (o make such s search ordinarily unproductive,

I8 T(éf&' l& Wﬁmwmm

dewdﬁem wrionts andss ehisfoffiors of the geneies
who cansed the crder 16 be lsued, A bolding of dundonment, dhall constitaie
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forfeiture by the spplicant, his successors, assigns, or legel representstives, or
nyonempnvuywnhlmnonhem of all claime sgeinst the United States based
upon such inveation. .

JSUSC. 184. Filing of applimlion i foveign country.

Except when suthorized by & license obtained from the Commissioner a pesson
thell not file or cause or authorize to be filed in sny foreign country prior 1o six
months efier filing in the United States en application for patent or for the
registeation of a wility model, industriel design, or model in respect of an
invention mede i this country. A license should not be granted with resject
&n invention subject to en order iseued by the Commissioner pursant (o section
181 of this title withow the concurvence of the head of the depariments and the
chief officers of the agencies who caused the ondertobe issued. The licsnse may
be granted retsonctively where sn application hes been insdvestently filad ebroad
and the epplication does not discloee en inveniion within the soope of section 181
of this title.

Thetesn “application” when used in this chapier includes spplications end sny
modifiestions, emendments, o supplaments thereto, or divisions thereof.

35 USL. 18S. Patans bareed for filing withous license,

Newithaianding eny other provisions of law eny pereon, and his successors,
agsigns, or logel ives, chall not receive & Unitad Sistes patent for an
imvention if that person, o his succetson, essigns, or legal representatives shall,
withous procuring the liconse preecribed in eection 184 of this Uils, heve mede,
or consemied W oressisiad ancthes’s meking, epplicstion in 6 foreign countey for
o pesent op foe the reginretion of 8 willity model, industrisl design, or model in
respect of the ieventlon. A Usitsd States petent issued o such pemon, Lis
660886008, seigns, or begal representatives shall be iavalid.

If, upon examining an application, the examiner learns of the
existence of & ing foreign application which appears
to have been filed before the United States application had been
on file for gix months, and if the invention apparently was made
in this countzy, he shall refer the application to Licensing snd
Review Section of Group 220, calling attention ¢o the foreign
spplication. Pending investigation of the possible violation, the
application may be returned 1o the examining group foe prosecy-
tion on the meeits. Whea it is otherwise in condition for allow-
ance, the application will be again submitied to Licensing and
Review Section of Group 220 unless the latter hes already
reported that the foreign filing involves no bar o the United
States application.

¥ it should be necessary (o take action under 35 US.C. 185,
Licensing and Review Section of Group 220 will reguest transfer
of the application ¢o it.

OTHER STATUTORY BARS

Clgims (o an invention in public use or on sale in the United
States more than twelve months before the effective U.S. filing
date are rejected, 35 U.S.C. 102(b). See sSMPEP< chapter 2100.
706.03(t) Other Assigned Application [R-6]

Aspointed outin >MPEP< § 304, assignment of one of several
overlapping applications of the same inventor may giverise toa
ground of rejection. See also SMPEP< §§ 305 and 706.03(k).

706.03(u) Disclaimer [R-6]

Claims may be rejected on the ground that spplicant has
disclaimed the subject mater involved, Such disclaimer may
arige, for example, from the applicant’s failure;

(a) to make claims suggested for intesference with another
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spplication under 37 CFR >1.605 (See MPEP § 2305.02)<**,

(b) to copy & claim from a patent when suggested by the
examiner ( SMPEP< § »2305.02<%, or

(c) to respond or appeal, within the time limit fixed, to the
examiner's rejection of claime copied from a patent (see *
>MPEP § 2307.02¢<).

The rejection on disclaimer applies to all claims not patentably
distinctfrom the disclaimed subject matteras well asto the claims
directly involved,

Rejections based on disclaimer should be made by using one of
Form Paragraphs 7.46-7.49.

746 Rejection, Disclaimer

Clalm (1) vejecied o (he grouad e epplicant has discleimed the claimed
esbipcymutier by falling tocopy (ke suggested claim(s) for intarforanco purposes.
This constitates & concession Ut the eubject maner of the claim(s) is the prios
invenicn of another in tis coaniry®.

Eneminer Neote:

8. This paregragh ls epplicable when the suggeniad claim{s) is (are) from, cr
based on encther spplication.
* & Gen perugreph 747 foe 35 US.C. 103 Gype mjections.

747 Rejsction, 35 USLC. 503 Disclaimer

Clelm (1] wijscted ender 35 USC 100 e belng wapaientnbls over (2],
Applisans hies failed w copy Gie muggeeind elaim(s) foe inteclormnis pampotes.
This conutioumes o conceselon Uit Gie wlsiee mause of Ui clalm(s) Is G
faveamnion of enclerin Gis counny, wnder 38 US.C. 102(g) and ls Cms pelocent
toGe applicene under 35 US.C. U05. See MPEP § 11010105,

Cuombner Mote:

706.03(w)

2363.03< =,
The outcome of public use proceedings may also be the basis
of a rejection. (See 37 CFR 1.292) (Note: In re Kaslow, 217

. USPQ 1089, CAFC 1983).

Upon termination of a public use proceeding including a case
also involved in interference, in order for a prompt resumption of
the interference proceedings, a notice should be sent to the Board
of Patent >Appesls and< Interferences notifying them of the
disposition of the public use proceeding.

706.03(w) Res Judicata [R-6]

Res Judicata may constitute a proper ground for rejection.
However, as noted below, the Court of Customs and Patent
Appeals has materially restricted the use of res judicata rejec-
tions. It should be applied only when the earlier decision was a
decision of the Board of Appeals or any one of the reviewing
courts and when there is no opportunity foe further coust review
of the earlier decision.

The timely filing of a second application copending with an
earlier application does not preclude the use of res judicata as @
ground of rejection for the second application claims. ‘

When meking 2 rejection on res judicata , action should
ordinarily be made also on the basis of prior art, especially in

i applications. In most situstions the same prior ant

continuing
prior  which was relied upon in the earlier decision would again be

applicable,
Inthefollowing cases arejection of g claim on the ground of res

mmmmmmmmzmwm«)h Judicats was sustained where it>was< based on a prior adjudice-

VW“ lr BB “
W«umyummuwm)a(m
sy the mlomncs 1o avive @ Gie delmed faventdes.
3. This parsgragh is epplicabls when ths suggosiod clsin(s) is () from, o

748 Falluwre To Copy Clains Fram Potins

Clalen (1] sjscted endee 35 US.C. (1] e dlaim (3] of Putens 4]

Peilure to copy claims foe interformcs gunposes efies noiificnion tat intesfon-
ing webisct matics is claimed ecnatimies 6 disclsimer of Gie subjoct mation. This
amcusis (o6 concession Gint, s emetterof law, Gis petentes (s Gie firs faventor
“in (i country, Iin re Oguis, 866 USEQ 227 (CCPA 1975).

Ezsminer Nete:
1. This pessgeoph chould be used caly afice applicent has been neilfied Giae
intesfarence procsedings mustbe tnstiiuied before tie claime can e ellowed snd
fies refiused to copy e claima,

& I brackes 2, insent 102(g) ce $02(s /103,

3. Tnbracket 4, incert the patont samlber, and “in view of” ¥ saodur reforace

mmwmm When tbe sefoction (s under 35 U.S.C., 103, basls for -

variants, ses Aelony et o5, v, Ami et oL, 192 USPO 486 (CCPA 1976).

749 Rajection, Disclainur, Fallwe to Appeal
Claden (1] rejocied an the gromnd that epplicent hes dsclaimed Gie subjoct
mitiee invalved foe failuwe o veapond or ippeal from the ciemine’s rejection of

claimo(sy eopied fran & prtem widhin the tme Hmb fined (s 37 CFR
1.591.605(s) end MPEP § 2305<),

766.03(v) After Interference or Public Use
Proceeding [R-6]

Mmm'mmmmm.m>mg

elwious
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tion, against the inventor on the same claim, & patentably non-
distinct clalm, oe @ claim involving the same isgue.

Edgerion v. Kingland, 75 USPQ 307 (D.C. Ciz., 1947).

In re Ssware, 138 USPQ 208, 50 CCPA 1571 (1963).

In ve Kats, 167 USPQ 487, 58 CCPA 713 (1970), (prioe
decision by District Court).

in the following cases for various reasons, res judicata rejec-
tions were reversed.

Inve Fried, 136 USPQ 429, 50 CCPA 954 (1963) (differences
in claims).

In re Szware, 138 USPQ 208, 50 CCPA 1571 (1963) (differ-
ences in claim).

Inre Hellbaum, 152USPQ 571, 54 CCPA 1051 (1967) (diffes-
ences in claimg).

InreHerr, 153 USPQ 548, 54 CCPA 1315 (1967) (same claims,
new evidence, prior decision by CCPA).

In ve Kaghan, 156 USPQ 130, 5§ CCPA 844 (1967) (prios
decision by Board of Appeals, final rejection on peior art with
drawn by examines“io simplify the igsue®, differencesin cloims;
holding of walver based on language in MPEP at the time),

In re Cralg, 162 USPQ 157, 56 CCPA 1438 (1965) (Boazd of

held second set of claims patentable over prioe ast), |

Inve Fisher, 166 USPQ 18, §7 CCPA 1099 (1970) (difference
in claims).

In re Russell, 169 USPQ 426, 58 CCPA 1081 (1971) (new
evidence, rejection on prior ant reversed by court).

Inre Ackermann, 170 USPQ 340, 58 CCPA 1405 (1971) (prios
decision by Board of Appeals, new evidence, rejection on prioe
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art reversed by court).
Plastic Contact Lens Co. v. Gottschalk, 179 USPQ 262 (D.C
Cir., 1973) (follows In re Kaghan).

706.03(x) Reissue [R-6]

The examination of reissue applications is covered in >MPEP<
Chapter 1400.

35U.S.C. 251 forbids the granting of a reissue “enlarging the
scope of the claims of the original patent” unless the reissue is
applied for within two years from the grant of the original patent.
This is an absolute bar and cannot be excused. This prohibition
hasbeeninterpreted toapply to any claim which is broader inany
respectthan theclaimsof the original patent. Such claims may be
rejected es being bared by 35 U.S.C. 251. However, when the
reissue is applied for within two years, the examiner does not go
into the question of undue delay.

The same section permits the filing of & reissue application by
the assignee of the entire interest only in cases where it does not
“enlarge the scope of the claims of the original patent”. Such
claims which do enlasge the scope may also be rejected as barred
by the statute. >Inln re Benneit, 226 USPQ 413 (Fed. Cir. 1985),
however, the coustpermitted the erroneousfiling by the assignee
in guch & case o be comected.<

Adefwﬁvemﬁmwhdfm&ammdmmmgmm

; on, See >SMPEP< § 1444,

1@&@3@) Improper Markushk Group
| Ezwwumm msw 1%;34@0,@ 83%@0&&8.&11

claimed mdu l&w mimsh formula but purely mechanical
OF process steps may also be claimed by using the
1 style of claiming, see Ex parte Head, 214 USPQ 5§51
(B4 Appl's 1981); In re Gaubert, 187 USPQ 664 (CCPA 1975)
mmrelfmh mvsmm(ccm lm ftis impeoper

ompeisit congisting of”. Exparie
Dotter, 12 ﬂm mnemmmmty prohibited inclu-
sionof Markush claims of varying scope in the same case, see Ex
mﬁwke. 1934 Cﬂ 5. 441 O.G. sw

MMmmmkasz!ymw
Beimgwawmdpﬂymﬂmcmalcmwwmm
recognized class, However, when the Markush groupoccussina
claim reciting & process or & combination (not & gingle com-
pound), it is sufficient if the members of the group are disclosed
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in the specification to possess at least one property in common
which is mainly responsible for their function in the claimed
relationship, and itis clear from their very nature or from the prior
art thatall of them possess this property. While in the past the test
for Markush-type claims was applied as liberally as possible,
presentpractice which holds thatclaims reciting Markush groups
are not generic claims (>MPEP< § 803) may subject the groups
to a morse stringent test for propriety of the recited members.
Where a Markush expression is applied only to a postion of a
chemical compound, the propriety of the grouping is determined
by a consideration of the compound as a whole, and does not
depend on there being a community of properties in the miembers
of the Markush expression.

When materials recited in a claim are so related as to constitute
aproper Markush group, they may be recited in the conventional
manner, or alternatively. Forexample, if “wherein R is amaterial
selected from the group congisting of A, B, C and D" is a proper
limitation, then “wherein R is A, B, C or D" ghall also be
considered proper.

SUBGENUS CLAIM

A sitation may occur in which & patentee has presented a
number of examples which, in the examiner’s opinion, are
sufficiently representative to support a generic claim and yet &
coust may subsequently hold the claim invalid on the ground of
undue breadth, Where this happens the patentee is oftena limited

peotection. -

The allowance of a Markush-type claim under & tue genus
claim would appesr to be beneficial to the applicant without
Wzmymdwbwdmmmel’mmammﬂm
or in any way detracting from the rights of the public. Such o
subgenus claim would enable the applicant (o claim all the
disclosed operative embodiments and afford ®>applicant< an
mmnedmelevewfpmwcuonmdwmmuwmmmcm
stwuldbesubmuemlyheldi:mﬁd.

‘The examiners are therefore instructed not toreject s Markush-
typechmmerelybmuseofﬂwpmemofamgenuschm
embracive thereof,

See also >SMPEP< §§ 608.01(p) and 715.03.

See >MPEP< §803 for restriction practice re Markush-type
claims,

766.03(z) Undue Breadth

yplications directed (o inventions in arts where regulis are
mdwuble.bmdcmimsmympeﬂybewppomdbydw
digclosure of asingle species. In re Vickers et al., 1944 C.D. 324;
61 USPQ 122: In re Cook and Merigold, 169 USPQ 298.
Mvw.mawlwmd:mwdmawnuomhamwm
the results are unpredictable, the disclosure of a single specles
usually does not provide an bagis 10 support generic
claims. In re Sol, 1938 C.D. T23; 497 0.G. 546. This is because
in ante such as chemistry it is not obvious from the disclosure of
one gpecies, what other species will wosk, In re Dreshfield, 1940
€.D.351; 518 0.G. 258 gives thie general rule: “It is well settled
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that in cases mvolvmg chemicals’ and clmmcal compounds,
which differ radically in their properties it must appear in an
applicant’s specification either by the enumeration of a sufficient

number of the members of a group or by other appropriate

language, that the chemicals or chemical combinations included
in the claims are capable of accomplishing the desired result.”
The article “Broader than the Disclosure in Chemical Cases”, 31
JP.O.S. 5, by Samuel S. Levin covers this subject in detail.

A single means claim, i.e. where a means recitation does not
appear in combination with another recited element or means, is
.subject to an undue beeadth rejection under 35 U.S.C. 112, first
paragraph. In re Hyat, 218 USPQ 195, (CAFC 1983).

706.04 Rejection of Previously Allowed
Claims [R-

A claim noted as allowable shall thereafter be rejected only
afmwemoudmjwﬁmmbmsuMimdwmm
examinez for consideration of all the facts and approval of the
proposed action.
- Great care should be exercised in authorizing such a rejection.
See Ex parte Grier, 1923 C.D. 27; 309 0.G. 223; Ex parte Hay,
1909 C.D. 18; 139 0.G. 197.

PREVIOUS ACTION BY DIFFERENT EXAMINER

Foll feith and credit should be given to the search and action of
aWWWW%.MmmMW
Mdmmmwﬁmymmmmwm

706.07
mpmulnmdmnppedmdnuuoﬁejemdmydm(! 1191} orto

smendment a3 epecified in § 1.116. Petition may be taken to the Commissioner

inthe case of cbjecticns or requirements not involved in the rejection of any claim
(§ 1.181). Response 1o & final rejection or sction must includ: cancellation of, or
appesl from the rejection of, each rejected cluim., If any claim stands allowed, the

responte 10 ¢ final rejection or action must comply with eny requirement or
objection a8 to form. .

(&) Inmaking such final rejoction, the exeminer shall repest or siale all grounds
of rejectionthen considered applicabletotheclsims in the case, clearly stating the
reasong therefor.

Before final rejection is in order a clear issue should be
developed between the examiner and applicant. To bring the
prosecution to as speedy conclusion as possible and at the same
timetodealjmﬂyhybothdwapplicammduwpublic.uw_
invention as disclosed and claimed should be thoroughly
searched in the first action and the references fully applied; and
inresponse o thisaction the applicant should amend witha view
toavoiding all the grounds of rejection and objection, Switching
from one subject matter to another in the claims presented by
applicant in successive amendments, or from one set of refer-
ences 10 another by the examiner in rejecting in successive
actions claims of substantially the same subject matter, will alike
tend w defeatattaining the goal of reaching aclearly definedissue
for an early teemination; i.e., either an allowance of the case ora

While the rules no longer give w0 an applicant the right o
“gmend as ofien g8 the examiner presents new references or
reasons for rejection”, present practice does not sanction hasty
and ill-considered final rejections. The spplicant who is seeking
to define kis or her invention in claims that will give him or her
the patent protection to which he or she is justly entitled should
receive the cooperation of the examiner to that end, and not be
prematurely cut off in the prosecution of his or her case, But the
spplicant who dallies in the prosecution of his or her case,
regoriing 6o technical or other obvious subterfuges in order 10

raph  keeptheapplication pending before the primasy examiner,canno

750 Claims Allowed, Now Rejected, New Asg

The indiceted sllowabilisy of claim [1) ts withdeawa in view of e newly
discovarnd prioeestto (2. The delay in clistion of diis ert is vegrevtad, Rejocsions
esed on the nenly discoversd price ent foliow.

Examiner Wetes
1. fin bracket 2, insent the name(s) of the newly discoversd peisrert

706.08 Rejecﬁm After Alliowance of
Application [R-6]

See >MPEP< § 1308.01 for arejection based on areference, *

706.06 Rejecﬁw of Claims Copied From
Patent [R-6]

See SMPEP § 2307.02.<

766.67 Final Rejection

37 CFR 1113, Pinal rejoction ov action.
(e Onthesecond oramy examinuion or considerstion dwrefoction

or other action may be meds find, whersupon epplicant’s or patent ownes’s

. 700-23

longes find 8 refuge in the rules to ward off a final rejection.

The examiner should never lose sight of the fact that in every
case the applicant is entitled 10 a full and fair hearing, and thata
clearissuebetween applicant and examiner should be developed,
if possible, before appeal. However, it is to the interest of the
applicants as a class as well as to that of the public that prosecu-
tion of a case be confined (o a8 few actions as is consistent with
a thorough consideration of its merits.

Neither the statutesnot the Rules of Practice confer any righton
&n spplicant to an extended prosecution. Ex parte Hoogendam,
1939CD. 3,499 0.6.3.

STATEMENT OF GROUNDS

in making the finel rejection, all cutstanding grounds of rejec-
tion of record should be carefully reviewed, and any guch
grounds relied onin the final rejection should be reiterated. They
mast also be clearly developed to such an extent that applicant
may readily judge the advisability of an appeal unlegs & single
previous Office sction containg & complete statement supporting
the rejection,

"However, whese a single previous Office action contains 8
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complete statement of a ground of rejection, the final rejection
may refer to such a statement and also should include a rebuttal
of any arguments raised in the applicant’s response. If appeal is
taken in such a case, the examiner's answer should contain a
complete statement of the examiner’s position. The final rejec-
tion letier should conclude with Form Paragraph 7.39.

739 Action is Final

THIS ACTIONIS MADE FINAL. is reminded of the entension of
mpohcyumfaﬁ-ﬂcmnmo).mmdm
enending the chonened siatatory period en edditions] month upan the filing of
atimely fis vesponsetos finsl rejection hasbeen discontinued by the Office. See
1021 THMOG 35.

4 SHORTENED STATUTORY FERIOD FOR RESPONSE TO THIS Fi-
WAL ACTION IS SET TO BXPIRE THREE MONTHS FROM THEDATEOF
THIS ACTION. IN THE BVENT A FIRST RESPONSE IS FILED WITHIN
TWO MONTHS OF THE MAILING DATE OF THIS FINAL ACTION AND
THE ADVISORY ACTION 13 NOT MAILED UKTIL AFTER THE END OF
mmmmsmmwm THEN THE
SHORTENED STATUTORY PERIOD WILL EXPIRE O THE DATE THE
ADVISORY ACTION I3 MAILED, AND ANY EXTENSION FEBE PURSU-
mwwm:.tm)mwmummmmzmmc
DATE OF THE ADVISORY ACTION, TN KO EVENT WILL THE STATU-
TORY PERIOD FOR RESPONSE EXPIRE LATER THAN SD{ MONTHS
FROM THE DATE OF THIS FINAL ACTION,

Esaminer Neote:

1. This paragraph chould not be wed in relesns Utigation cases (SSP-1 momh)
v ln memmingion (EEP-2 montdh).

2.37CFR 1.156(s) sbhould ot bo evailshiein o reiscue ltigation case and famet
oviildlds in e reaummintion geocasding.

The Office action first pags form PTOL-326 should be used in
all Office actions up to end including final rejections.
AMWWMWW:WW}M

mmw<
s filed afier finsd sejection, see SMPEP< §§

Tt md 743,

sMPEP< £ 2271,

706.07(a) Fiml Re ection, When Proper on
Second Action

meﬂwcmgempmmmaﬁmgﬁmmmmm

mﬁymwdmafmycmmmwmwmwmt
owner in spite of the fact that other claims may have been
mwmmmwlycwm

A second or eny subsequen wmmﬂwmenwinmy
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of record, of any claim amended to include limitations which
should reasonable have been expected to be claimed. See
“>MPEP §§< 904 et seq. For example, one would reasonably
expect that a rejection under 35 U.S.C. 112 for the reason of
incompleteness would beresponded to by an amendment supply-
ing the omitted element.

See >MPEP< § 809.02(a) for actions which indicate generic
claims not allowable.

In the consideration of claims in an amended case where no
attempt is made t0 point out the patentable novelty, the examiner
ghould be on guard not to allow such claims. See >MPEP< §
714.04. The claims may be finally rejected if, in the opinion of the
examiner, they are clearly open torejectionon grounds of record.,

Form paragraph 7.40 should be vsed where an action is made
final including new grounds of rejection necessitated by
applicant’s emendment.

740 Acion is Finel, Necessitaied by Amendment

's esnendment nocsssitated new grounds of rejecticn. Accordingly,
WACWEMADBFINALMMPEPM@).AWBMW
of e extension of time policy s sae forh in 37 CFR 1.136{e). The proctice of

ically ensending the thonened etstutory peried en edditional monthupon
the filing of & tirnely firet responss to & finsl rejoction has boen discontinned by
the Office. See 1021 THMOG 35.

4 SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS Fi-
NALACTIONIS SET TO EXPIRE THREE MONTHS FROM THE DATE OF
THIS ACTION, BN THE BVENT A FIRST RESPONSE IS FILED WITHIN
TWO MONTHS OF THE MAILING DATE OF THIS FINAL ACTION AND
‘THE ADVISORY ACTION IS NOT MAILED UNTIL AFTER THE END OP
THE THREE-MONTH SHORTENED STATUTORY FERIOD, THEN THE
SHORTENED STATUTORY PERIOD WILL EXVIRE ON THE DATE THE
ADVISORY ACTION 18 MAILED, AND ANY BEXTENGION FEB PURSU-
ANT TO 37 CFR 1.136(s) WILL BE CALCULATED FROM THE MAILING
DA‘IEO?‘!‘HBADVIMYI&CHON N NO BVENT WILL THE 8TATU-
TORY PERIOD FOR REGPONEE BXPIRE LATER THAN 91K MONTHS
WWDATBOPWWALW

Egaminer Nelo: ,

1. This peragraph ehould not be used in relssue linigation cases (SSP-1 month)
or in menemination proceedings (SSP-2 mombs),

2.37CHR 1. l!é(n)wdmhetm-amhwmndum
sveilable in 6 roenemination procseding,

706.07(b) Final Rejection, When Proper on
First Action

‘The claims of & new application may be finally rejected in the
firgs Office action in those sitsations where (1) the new applica-
tion is a continuing application of, or @ substitute for, an exslier
spplication, ead (2) all claims of the new application (g) ase
deawn @ the same invention claimed in the earlier application,
and (b) would have been propesly finally rejected on the grounds
or gt of record in the next Office action if they had been entered
in the easlier application.

However, it would not be proper to make final a firet Office

or action ina continuing or substitute spplication where thas sppli-

cation contains material which was presented in the eaclier
application after final rejection or closing of prosecution but was
denied entry for one of the following reasons:

(1) New issues were raised that required furiher considerstion

spplication or patent in reexamination proceedings and/or search, or
anwmweMKuMMawﬂm.mmmm (2) The issue of new matler was raised.
Hev. 6, Oct. 1967 700 - 24
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Further, it would notbe proper to make final a first Office action
in & continuation-in-part application where any claim includes
subject matter not present in the earlier application.

A vequest for an iniesview prior to first action on a continuing | 9¢©:
" rejection.

or substicute application should ordinarily be granted.
A First Action Final rejection should be made by using form
paragraph 7.41.

741 Action iz Final, Firat Action

‘Thisis e [1) of epplicent’s esclier epplication SN, (2]. All chims sre drawm to
e same invenion clsimed i the eerier spplicution end could have been finslly
WQMMwmﬁMuhmmmﬁmmm
everedintheonlice s TS ACTIONIS MADEPINAL
mMikuMﬁmhﬁlmhmM@.mh
reminded of the entonsion of Yme policy & oot fouh in 37 CFR 1.136(). The
prestice of enommically exvmding Ui chonened aitviory period ep edditional
month wpon Ge filing of & tmaely firet responss W 6 fine] mjection bes baen
mummutmmu

mmmmmmmmmmmmm
THIS ACTION. DN THE BVENT A FIRST RESTONSE IS FILED WITHIN
TWO MONTHS 0F THE MAILING DATE OF THIS FINAL ACTION AND
mmmmwmmmmmm
THE THREE-MONTH SHORTENED STATUTORY PERIOD, THEN THE

ADVISORY ACTION IS MAILED, AND ANY EXTENSION

AT TO3T1C L. mmmmmmmum

MWWMWMNMWWMSTAW-
; 58 TIPTE LATER THAN SDL MOWNTHS

mmmmwmmm

Ezsmlner Heles

1 Tosum Conlanaion e Subelinie, @ epprapeian, fe “bradket 1%,

& ¥ on emondanen was vilaged oty tn Gio pert eage on the growmds Gus s
anm«uwm,wmqumhuhml

mm-aummmmmm 1 moud)
ommmm)mﬂmmmmmmmmum
itian procesdiag,

evailble i 6 soeruming
766.07(c) Final Rejection, Prematuire (R-6]

mwﬂmmmammmmm
examiner. This is purely 8 question of practice, wholly distinct
m m tenability of the rejection. It may therefore not be
Mmamm‘mammmam

swable by petition under 37 CFR 1,181,
7066.07(d) giml Rejec[ﬁo%,l Withdrawal of,

Applicant’s roquest for seconsiderntion of e finality ef e rejection of s last
mmumﬂumdmmam

500 - 28
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706.07(f)

706.07(e) Withdrawal of Final Rejection,
General [{R-6]

See SMPEP< §§ 714.12 and 714.13, Amerdments afier final

Once a final rejection that is not premature has been entered in
& case, it should not be withdrawn at the applicent’s or patent
owner's request except on a showing under 37 CFR 1.116().
Further amendment or argument will be considered in certain
instances. An amendment that will place the case either in
condition for allowance or in better form for appeal may be
admitted. Also, emendments complying with objections or re-
quirements as to form ere (o be permitted afier final action in
accordance with 37 CFR 1.116(a).

The examiner may withdraw the rejection of finally sejected
claims. If new facts or reasons are presented such as o convince
the examiner that the previously rejected claims aze in fact
allowable or patentable in the case of reexamination, then the
final rejection should be withdrawn, Occasionally, the finality of
asejection may be withdrawn in order to apply & new ground of

Although it is permissible to withdraw a final rejection for the
purpose of entering & new ground of rejection, this practice is to
be limited to sitaations where & new reference either fully meets
&t least one claim or meets it except for differences which aze
ghown to be completely obvious. Normally, the previous rejec-
tion should be withdrawn with respect w the claim oe claims

‘The practice should not be used for application of subsidiary
references, o of cumulstive references, or of references which
are merely considered o be betier than thoss of recond,

When afinal rejection is withdrawn, afl emendments filed afice
the final rejection are ordinasily entered,

New grounds of rejection made in an Office action reopening
uwmmmmmommwmmw

of the mpumory primasy examines. See >MPEP< é
1002.02(4). :
706.07(f) Time for Response to Final

Rejection

Onchberl 1982, pursuant to Public Law 97-247, the Office

tinued the practice of extending for one month the short-
Mmmmm{ammwnwijm the
mmgd’a&ue!ymummwnfmdmmmcm
1.116). Since October 1, 1962, applicants ere able o obiain
addidonal time for a first or subsequent response © 8 final
WWWMaWM@I 136(a), and paying the
ﬁxmhmwmpeﬁod.

Present practice encourages the carly filing of any first re-
sponse after 8 final rejection, To encourage continued filing of
early first reaponses after 8 finsl rejection and to take case of sny
sitaationsin which the examiner doesnot timely respond (o a fiset
reeponse after final rejection which is filed eaely during the
period for response, the Office has changed the manner in which
the period for response is set on any final rejection mailed afier
Febeuary 27, 1983,

Rev. 6, Oct. 1967



706.07(f)

1. All finsl rejections setting a three (3) month shoriened
statutory period (SSP) for response should contain one of the
Form Paragraphs (7.39; 7.40; 7.41) advising applicant the if the
response is filed within two (2) months of the date of the final
Office action, the shortened statutory period will expire at three
(3) moaths from the date of the final rejection or on the date the
advisory action is mailed, whichever is later. Thus, a variable
response period will be established. In no event can the statutory
period for response expire later than six (6) months from the date
of the final rejection.

2, If the peragraph setting a variable response period isinadver-
tenily notincluded in the final Office action, the SSP for response
will end three (3) months from the date of the final Office action
and cannot be extended other than by making a petition and
paying a fee pursuent to 37 CFR 1.136(a). However, if an
advisory action (including an examines’s amendment) is mailed
insuchacase where theresponse to thefinal actionhagbeenfiled
within two (2) monts, the examiner should vacale the original
SSP and reget the period for response 0 comespond with the
Office policy set forth a¢ 1027 OG 71. See paragraph (6) below.

3. This procedure of setting & vasiable response period in the
final rejection dependent on when epplicant files  first response
to & final office action does not apply (o situations where an SSP
mmmmmmm—mmwmmu

Advisory Actions
4. mmmmwﬁmmammm

MANUAL OF PATENT EXAMINING PROCEDURE

7.67.

6. Whese the final Office action does not set & varigble regponse
period as set forth in paragraph 1 above, AND gpplicantdoesfile
acomplete first response wo the final Office action within two (2)
months, and if an advisory action (which may include an
examiner’s amendment) is necessary and cannot be mailed
within three (3) months of the final Office action, the examiner
should vacate the original SSP. and reset the response period to
expire on the mailing date of the advisory action by using form
paragraph 7.67.2, In nocase can the statutory period for response
expire later than gix (6) months from the date of the final Office
action. Note that Form Paragraph 7.67.2 can be used with the
advisory action (preferable) or after the advisory action is mailed
to corvect the error of not setting a varigble response period.

7. When an advisory action properly contains either Form
Paragraph 7.67.1 or 7.67.2, the time for applicant to take further
action (including the calculation of extension fees under 37 CFR
1.136(a) begins to run three (3) months from the date of the final
rejection, or from the date of the advisory action, whichever is
later, Extension fees cannot be prosated for portions of a month,
Inno event can the statutory period for response expire later then
gix (6) months from the date of the final rejection.

Examiner’s Amendments

8. Where a complete fisst response 10 a final Office action has
been filed within two (2) months of the final Office action, an
exsmines’s amendment (o put the spplication in condition for
allowance may be made without the payment of extension fees if

complete the examines’s amendment is a part of the fisst advisory action,

becauss the examiner’s amendment will either set (7.67.1) or

rmine resst (7.67.2) the period for response to expire on the date the

lm—mmmmmmmmmmu
required and processed as an allowance and no extension
ﬁeeamdm

mowm“m the ldvkoty mﬁm M inform sp-
plicant thet the SSP for response expires theee (3) months
mmmmwwwwmamwmmmm

ting wmml’mm«mmmmﬁm

HW%@MW.WWMWW?&? 1onall
advisory actions where a first egpons
mmwoa)mmafmmwmmomm

§. Where the final Office action sets 8 variable response period
8 set forth in paragraph 1 ebove, and applicant docs NOT file a
complete fisst response 1o the final Office action within two (2)
months, examiness should use the content of Form Paragraph

Rev. 6 Oce. 1967

examines’s amendment is mailed if it is mailed more than three
(3) months from the date of the final Office action,

9, Where a complete first response (0 & final Office action has

not been filed within two (2) months of the final Office action,

's authorization to make an amendment to place the
application in conditon for allowance must be made either
within the three (3) month shortened statutory period or withinan
extended period forresponse thathasbeenpetitioned and paid for
by applicant pursuant to 37 CFR 1.136(a).

10. An extension of time under 37 CFR 1.136(a) requires &
petition for &n extension and the appropriate fee provided for in
37CPR 1.17. Where an extengion of time fs necessary toplace an
application in condition for allowance (e.g. when an examiner’s
amendment is necessary afier the shoriened siatutorsy period for
response has expired), applicant may fils the required pedition
andfee oe give suthorization (o the examiner (o make the pedtion
of record and chasge a specified fee 1o a deposit account. When
authorization tomake apetition foe an extension of time of record
fsgiventotheesaminer, the suthorization mustbe madsofrecord
in the application file by the examiner by way of en Intesview
Record form dated before the extended period expises. The
suthorization should also be made of record in an examiner's
amendment by indicating the name of the person making the
suthorization, the deposit account number o be charged, the
length of the extension requested and the amount of the