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150 Requests for Presidential proclamations pursuant to 17
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SUBCHAPTER A - GENERAL

PART 1 - RULES OF PRACTICE IN
PATENT CASES

Subpart A - General Provisions

GENERAL INFORMATION AND CORRESPONDENCE
Sec
1.1 All communications to be addressed to the Commissioner of
Patents and Trademarks.
1.2 Business to be transacted in writing,
1.3 Business to be conducted with decorum and courtesy.
1.4 Nature of correspondence. ‘
1.5 Identification of application, patent or registration.
1.6 Receipt of letters and papers.
1.7 Times for taking action; expiration on Saturday, Sunday, or Federal
holiday.
1.8 Cenrtificate of mailing.
* 1.9 Definitions,
¥ 1.10 Filing of papers and fees by “Express Mail” with certificate.
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RECORDS AND FILES OF THE PATENT AND TRADEMARK
OFFICE
1.11 Files open to the public.
1.12 Assignment records open to public inspection.
1.13 Copies and certified copies.
1.14 Patent applications preserved in secrecy.
1.15 Requests for identifiable records.

FEES AND PAYMENT OF MONEY
1.16 National application filing fees.
1.17 Patent application processing fees.
1.18 Patent issue fees.
1.19 Document supply fees.
1.20 Post-issuance fees.
1.21 Miscellaneous fees and charges.
1.22 Fees payable in advance.
1.23 Method of payment.
1.24 Coupons.
1.25 Deposit accounts.
1.26 Refunds.
1.27 Statement of status as small entity.
1.28 Effect on fees of failure to establish status, or change status, as a
small entity.

Subpart B - National Processing
Provisions

PROSECUTION OF APPLICATION AND APPOINTMENT OF
ATTORNEY OR AGENT

1.31 Applicants may be represented by a registered attomey or agent.

1.32 Prosecution by assignee.

1.33 Correspondence respecting patent applications, reexamination
proceedings, and other proceedings.

1.34 Recognition for representation.

1.36 Revocation of power of attorney or authorization; withdrawal of
attorney or agent.

WHO MAY APPLY FOR A PATENT
1.41 Applicant for patent.
1.42 When the inventor is dead.
1.43 When the inventor is insane or legally incapacitated.
1.44 Proof of authority.
1.45 Joint inventors.
146 Assigned inventions and patents.
1.47 Filing when an inventor refuses to sign or cannot be reached.
1.48 Correction of inventorship.

THE APPLICATION
1.51 General requisites of an application.
1.52 Language, paper, writing, margins.
1.53 Serial number, filing date, and completion of application.
1.54 Parts of application to be filed together; filing receipt.
1.55 Claim for foreign priority.
1.56 Duty of disclosure; fraud; striking or rejection of applications.
1.57 [Reserved]
1.58 Chemical and mathematical formulas and tables.
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1.59 Papers of application with filing date not to be retumed.

1.60 Continuation or divisional epplication: for invention disclosed in
a prior application.

1.61 [Reserved)

1.62 File wrapper continuing procedure.

OATH OR DECLARATION
1.63 Qath or declaration.
1.64 Person making oath or decleration.
1.66 Officers authorized to administer oaths.
1.67 Supplemental oath or declaration.
1.68 Declaration in lieu of oath,
1.69 Foreign language oaths and declaration.
1.70 [Reserved)

SPECIFICATION
1.71 Detailed description and specification of the invention.
1.72 Title and abstract.
1.73 Summary of the invention.
1.74 Reference to drawings.
1.75 Claim(s).
1.77 Arrangement of application elements.
1.78 Claiming benefit of earlier filing date and cross-references to
other applications.
1.79 Reservation clauses not permitted.

THE DRAWINGS
1.81 Drawings required in patent application.
1.83 Content of drawing.
1.84 Standards for drawing.
1.85 Corrections to drawings.
1.88 Useof old drawings.

MODELS, EXHIBITS, SPECIMENS
1.91 Models not generally required as part of application or patent.
1.92 Model or exhibit may be required.
1.93 Specimens.
1.94 Return of models, exhibits or specimens,
1.95 Copies of exhibits.
1.96 Submission of computer program listings.

INFORMATION DISCLOSURE STATEMENT
1.97 Filing of information disclosure statement.
1.98 Content of information disclosure statement.
1.99 Updating of information disclosure statement.

EXAMINATION OF APPLICATIONS
1.101 Order of examination.
1.102 Advancement of examination.
1.103 Suspension of action.
1.104 Nature of examination; examiner's action.
1.105 Completeness of examiner’s action.
1.106 Rejection of claims.
1.107 Citation of references.
1.108 Abandoned applications not cited.
1.109 Reasons for allowance.
1.110 Inventorship and date of invention of the subject matter of
individual claims.

ACTION BY APPLICANT AND FURTHER CONSIDERATION
1.111 Reply by applicant or patent owner.
1.112 Reconsideration.
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1.113 Final rejection or action.

AMENDMENTS
1.115 Amendment.
1.116 Amendments after final action,
1.117 Amendment and revision required.
1.118 Amendment of disclosure,
1.119 Amendment of claims.
1.121 Manner of making amendments.
1.122 Entry and consideration of amendments.
1.123 Amendments to the drawing.
1.124 Amendment of amendments.
1.125 Substitute specification.
1.126 Numbering of claims.
1.127 Petition from refusal to admit amendment.

AFFIDAVITS OVERCOMING REJECTIONS
1.131 Affidavit or declaration of prior invention to overcome cited
patent or publication.
1.132 Affidavits or declarations traversing grounds of rejection.

INTERVIEWS
1.133 Interviews.

TIME FOR RESPONSE BY APPLICANT; ABANDONMENT OF
APPLICATION

1.134 Time period for response to an Office action.

1.135 Abandonment for failure to respond within time period.

1.136 Filing of timely responses with petition and fee for extension of
time and extensions of time for cause.

1.137 Revival of abandoned application.

1.138 Express abandonment.

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION
1.141 Different inventions in one national application.
1.142 Requirement for restriction.
1.143 Reconsideration of requirement.
1.144 Petition from requirement for restriction.
1.145 Subsequent presentation of claims for different invention.
1.146 Election of species.

DESIGN PATENTS
1.151 Rules applicable.
1.152 Drawing.
1.153 Title, description and claim, oath or declaration.
1.154 Arrangement of specification.
1.155 Issue and term of design patents.

PLANT PATENTS
1.161 Rules applicable.
1.162 Applicant, oath or declaration.
1,163 Specification.
1.164 Claim.
1.165 Drawings.
1.166 Specimens.
1.167 Examination.

REISSUES
1.171 Application for reissue.
1.172 Applicants, assignees.
1.173 Specification.
1.174 Drawings.
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1.175 Reissve oath or declaration.
1.176 Examination of reissue,
1.177 Reissue in divisions.

1.178 Original patent.

1.179 Notice of reissue application.

PETITIONS AND ACTION BY THE COMMISSIONER
1.181 Petition to the Commissioner.
1.182 Questions not specifically provided for.
1.183 Suspension of rules.
1.184 Reconsideration of cases decided by former Commissioners.

APPEAL TO THE BOARD OF PATENT APPEALS AND
INTERFERENCES
1.191 Appeal to Board of Patent Appeals and Interferences.
1.192 Appellant’s brief.
1.193 Examiner’s answer.
1.194 Oral hearing.
1.195 Affidavits or declarations after appeal.
1.196 Decision by the Board of Patent Appeals and Interferences.
1.197 Action following decision.
1.198 Reopening after decision.

MISCELLANEQUS PROVISIONS
1.248 Service of papers; manner of service; proof of service in cases
other than interferences.

PROTESTS AND PUBLIC USE PROCEEDINGS

1.291 Protests by the public against pending applications.

1.292 Public use proceedings.

1.293 Stamtory invention registration.

1.294 Examination of request for publication of a statutory invention

registration and patent application to which the request is directed.

1.295 Review of decision finally refusing to publish a statutory
invention registration,

1.296 Withdrawal of request for publication of statutory invention
registration.

1.297 Publication of statutory invention registration.

REVIEW OF PATENT AND TRADEMARK OFFICE
DECISIONS BY COURT
1.301 Appeal to U.S. Court of Appeals for the Federal Circuit.
1.302 Notice of appeal.
1.303 Civil action under 35 U.S.C. 145, 146, 306.
1.304 Time for appeal or civil action.

ALLOWANCE AND ISSUE OF PATENT
1.311 Notice of Allowance
1.312 Amendments after allowance.
1.313 Withdrawal from issue.
1.314 Issuarnce of patent.
1.315 Delivery of patent.
1.316 Application abandoned for failure to pay issue fee.
1.317 Lapsed patents; delayed payment of balance of issue fee.
1.318 Notification of national publication of a patent based on an
international application.

DISCLAIMER
1.321 Statutory disclaimer.

CORRECTION OF ERRORS IN PATENT
1.322 Certificate of correction of Office mistake.

R-3

1.323 Cenificate of comrection of epplicant’s mistake.
1324 Comection of inventorship in patent.
1.325 Other mistakes not comrected.

ASSIGNMENTS AND RECORDING
1.331 Recording of assignments.
1.332 Receipt and recording.
1.333 Conditional assignments.
1.334 Issue of patent to assignee.
1.335 Filing of notice of arbitration awards.

AMENDMENT OF RULES
1.351 Amendments to rules will be published.
1.352 Publication of notice of proposed amendments.

MAINTENANCE FEES

1.362 Time for payment of maintenance fees.

1.363 Fee address for maintenance fee purposes.

1.366 Submission of maintenance fees.

1.377 Review of decision refusing to accept and record payment of a
maintenance fee filed prior to expiration of patent.

1.378 Acceptance of delayed payment of maintenance fee in expired
patent to reinstate patent.

Subpart C - International Processing
Provisions

GENERAL INFORMATION
1.401 Definitions of terms under the Patent Cooperation Treaty.
1.412 The United States Receiving Office.
1.413 The United States International Searching Authority.
1.414 The United States Patent and Trademark Office as a Designated
Office or Elected Office.
1.415 The International Bureau.
1.416 The United States International Preliminary Examining
Authority.

WHO MAY FILE AN INTERNATIONAL APPLICATION
1.421 Applicant for international application.
1.422 When the inventor is dead.
1.423 When the inventor is insane or legally incapacitated.
1.424 Joint inventors.
1.425 Filing by other than inventor.

THE INTERNATIONAL APPLICATION
1.431 International application requirements.
1.432 Designation of States and payment of designation fees.
1.433 Physical requirements of international application.
1.434 The request.
1.435 The description.
1.436 The claims.
1.437 The drawings.
1.438 The abstract.

FEES
1.445 International application filing, processing and search fees.
1.446 Refund of international application filing and processing fees.

PRIORITY
1.451 The priority claim and priority document in an international
application.
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REPRESENTATION
1.455 Representation in international applications.

TRANSMITTAL OF RECORD COPY
1.461 Procedures for transmittal of record copy to the International
Bureau.

TIMING
1.465 Timing of application processing based on the priority date.
1.468 Delays in meeting time limits.

AMENDMENTS
1.471 Corrections and amendments during international processing.
1.472 Changes in person, name, or address of applicants and inventors.

UNITY OF INVENTION
1.475 Unity ofinvention before the International Searching Authority.
1.476 Determination of unity of invention before the International
Searching Authority.
1.477 Protest to lack of unity of invention before the International
Searching Authority.

INTERNATIONAL PRELIMINARY EXAMINATION
1.480 Demand for international preliminary examination.
1.482 International preliminary examination fees.
1.484 Conduct of international preliminary examination,
1.485 Amendments by applicant during international preliminary
examination.
1.487 Unity of Invention before the International Preliminary
Examining Authority.
1.488 Determination of unity of invention before the International
Prelifninary Examining Authority.
1.489 Protest to lack of unity of invention before the International
Preliminary Examining Authority.

NATIONAL STAGE

1491 Entry into the national stage.

1.492 National stage fees.

1.494 Entering the national stage in the United States of Americaas a
Designated Office.

1.495 Entering the national stage in the United States of America as an
Elected Office.

1.496 Examination of international applications in the national stage.

1.497 Oath or declaration under 35 U.S.C. 371(c)(4).

1.499 Unity of invention during the national stage.

Subpart D - Reexamination of Patents

CITATION OF PRIOR ART
1.501 Citation of prior art in patent files.

REQUEST FOR REEXAMINATION
1.51G Request for reexamination.
1.515 Determination of the request for reexamination,
1.520 Reexamination at the initiative of the Commissioner.

REEXAMINATION
1.525 Order to reexamine.
1.530 Statement and amendment by patent owner.
1.535 Reply by requester.
1.540 Consideration of responses.
1.550 Conduct of reexamination proceedings.
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1.552 Scope of reexamination in reexamination proceedings.
1.555 Duty of disclosure in reexamination proceedings.
1.560 Intesviews in reexamination proceedings.
1.565 Concurrent office proceedings.

CERTIFICATE
1.570 Issuance of reexamination certificate after reexamination

proceedings.

Subpart E - Interferences

1.601 Scope of rules, definitions.

1.602 Interest in applications and patents involved in an interference.

1.603 Interference between applications; subject matter of the
interference.

1.604 Request for interference between applications by an applicant.

1.605 Suggestion of claim to applicant by examiner.

1.606 Interference between an application and a patent; subject matter
of the interference.

1.607 Request by applicant for interference with patent.

1.608 Interference between an application and a patent; prima facie
showing by applicant.

1.609 Preparation of intetference papers by examiner.

1.610 Assignment of interference to examiner-in-chief, time period

for completing interference.

1.611 Declaration of interference.

1.612 Access to applications.

1.613 Lead attorney, same attorney representing different parties in
an interference, withdrawal of attorney or agent.

1.614 Jurisdiction over interference.

1.615 Suspension of ex parte prosecution.

1.616 Sanctions for failure to comply with rules or order.

1.617 Summary judgment against applicant.

1.618 Return of unauthorized papers.

1.621 Preliminary statement, time for filing, notice of filing.

1.622 Preliminary statement, who made invention, where invention
made.

1.623 Preliminary statement; invention made in United States.

1.624 Preliminary statement; invention made abroad.

1.625 Preliminary statement; derivation by an opponent.

1.626 Preliminary statement; earlier application.

1.627 Preliminary statement; sealing before filing, opening of
statement.

1.628 Preliminary statement; correction of error.

1.629 Effect of preliminary statement.

1.630 Reliance on earlier application.

1.631 Access to preliminary statement, service of preliminary
statement.

1.632 Notice of intent to argue abandonment, suppression, or
concealment by opponent.

1.633 Preliminary motions.

1.634 Motion to correct inventorship.

1.635 Miscellaneous motions.

1.636 Motions, time for filing.

1.637 Content of motions.

1.638 Opposition and reply, time for filing opposition and reply.

1.639 Evidence in support of motion, opposition, or reply.

1.640 Motions, hearing and decision, redeclaration of interference,
order to show cause.

1.641 Unpatentability discoverad by examiner-in-chief.

1.642 Addition of application or patent to interference.

1.643 Prosecution of interference by assignee.
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1.644 Petitions in interferences.

1.645 Extension of time, late papers, stay of proceedings.

1.646 Service of papers, proof of service,

1.647 Translation of document in foreign language.

1.651 Setting times for discovery and taking testimony, parties entitled
to take testimony.

1.652 Judgment for failure to take testimony or file record.

1.653 Record and exhibits.

1.654 Final hearing.

1.655 Matters considered in rendering a final decision.

1.656 Briefs for final hearing.

1.657 Burden of proof as to date of invention.

1.658 Final decision.

1.659 Recommendation.

1.660 Notice of reexamination, reissue, protest, or litigation.

1.661 Termination of interference after judgment.

1.662 Request for entry of adverse judgment; reissue filed by patentee.

1.663 Status of claim of defeated applicant after interference.

1.664 Action after interference.

1.665 Second interference.

1.666 Filing of interference settlement agreements.

1.671 Evidence must comply with rules.

1.672 Manner of taking testimony.

1.673 Notice of examination of witness.

1.674 Persons before whom depositions may be taken.

1.675 Examination of witness, reading and signing transcript of
deposition.

1.676 Certification and filing by officer, marking exhibits.

1.677 Form of a transcript of deposition.

1.678 Transcript of deposition must be filed.

1.679 Inspection of transcript.

1.682 Official records and printed publications.

1.683 Testimony in another interference, proceeding, or action.

1.684 Testimony in a foreign country.

1.685 Errors and irregularities in depositions.

1.687 Additional discovery.

1.688 Use of discovery.

1.690 Arbitration of interferences.

Subpart F - Extension of Patent Term

1.710 Patents subject to extension of the patent term.

1.720 Conditions for extension of patent term.

1.730 Applicant for extension of patent term.

1.740 Application for extension of patent term.

1.741 Filing date of application.

1.750 Determination of eligibility for extension of patent term.

1.760 Interim extension of patent term.

1.765 Duty of disclosure in patent term extension proceedings.

1.770 Express withdrawal of application for extension of patent term.

1.775 Calculation of patent term extension for a human drug product.

1.776 Calculation of patcnt term extension for a food additive or color
additive,

1.777 Calculation of patent term extension for a medical device.

1.780 Certificate of extension of patent term.

1.785 Multiple applications for extension of term of the same patent
or of different patents for the same regulatory review period for
a product.

R-5

§1.2
Subpart A - General Provisions

GENERAL INFORMATION AND CORRESPONDENCE

§ 1.1 All communications te be addressed to the
Commissioner of Patents and Trademarks,

(a) All letters and other communications intended for the
Patent and Trademark Office must be addressed to “Commis-
sioner of Patents and Trademarks,” Washington, D.C. 20231,
When appropriate, a letter should also be marked for the
attention of a particular officer or individual.

(b) Letters and other communications relating to interna-
tional applications during the international stage and prior to the
assignment of a national serial number should be additicnally
marked “Box PCT.”

(¢) Requests for reexamination should be additionally
marked “Box Reexam.”

(d) Payments of maintenance fees in patents and other com-
munications relating thereto should be additionally marked
“Box M. Fee.”

(e) Communications relating to interferences and applica-
tions or patents involved in an interference should be addition-
ally marked “BOX INTERFERENCE.”

(f) All applications for extension of patent term and any
communications relating thereto intended for the Patent and
Trademark Office should be additionally marked “Box Patent
Ext.” When appropriate, the communication should also be
marked to the attention of a particular individual, as where a
decision has been rendered.

(g) Allcommunications relating to pending litigation which
are required by the Federal Rules of Civil or Appellate Proce-
dure or by arule or order of a court to be served on the Solicitor
shall be hand-delivered to the Office of the Solicitor or shall be
mailed to: Office of the Solicitor, P.O. Box 15667, Arlington,
Virginia 22215 or such other address as may be designated in
writing in the litigation. All other communications to the Office
of the Solicitor should be addressed to: Box 8, Commissioner of
Patents and Trademarks, Washington, D.C. 20231. Any com-
munication which does not involve pending litigation which is
receivedatP.O. Box 15667 will notbe filed in the Office but will
be returned. See §§ 1.302(c) and 2.145(b)(3) for filing notice of
appeal to the U.S. Court of Appeals for the Federal Circuit.

NOTE.— Sections 1.1 to 1.26 are applicable to trademark cases as
well as to national and international patent cases except for provisions
specifically directed to patent cases. See § 1.9 for definitions of
“national application” and “international application.”

[46 FR 29181, May 29, 1981; para.(d) added, 49 FR 34724, Aug.
31, 1984, effective Nov. 1, 1984; para (), 49 FR 48416, Dec.12, 1984,
effective Feb. 11, 1985, para. (f) added, 52 FR 9394, Mar. 24, 1987; 53
FR 16413, May 9, 1988]

§ 1.2 Business to be transacted in writing.

Allbusiness with the Patent and Trademark Office should be
transacted in writing. The personal attendance of applicants or
their atomeys or agents at the Patent and Trademark Office is
unnecessary. The action of the Patentand Trademark Office will
be based exclusively on the written record in the Office. No
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attention will be paid to any alleged oral promise, stipulation, or
understanding in relation to which there is disagreement or
doubt.

§ 1.3 Business to be conducted with decorum and courtesy.

Applicants and their attorneys or agents are required to con-
duct their business with the Patent and Trademark Office with
decorum and courtesy. Papers presented in violation of this
requirement will be submitted to the Commissioner and will be
returned by his direct order. Complaints against examiners and
other employees must be made in communications separate
from other papers.

§ 1.4 Nature of correspondence,

(a) Correspondence with the Patent and Trademark Office
comprises:

(1) Correspondence relating to services and facilities of the
Office, such as general inquiries, requests for publications
supplied by the Office, orders for printed copies of patents or
trademark registrations, orders for copies of records, transmis-
sion of assignments for recording, and the like, and

(2) Correspondence in and relating to a particular applica-
tion or,other proceeding in the Office. See particularly the rules
relating to the filing, processing, or other proceedings of na-
tional applications in Subpart B, §§ 1.31 to 1.378; of interna-
tional applications in Subpart C, §8§ 1.401 to 1.499; of reexami-
nation of patents in Subpart D, §§ 1.501 to 1.570; of interfer-
encés-in Subpart E; §§ 1.601 to 1.690; of extension of patent
term in Subpart F, §§ 1.710 to 1.785; and of trademark applica-
tions §§ 2.11 to 2.189.

(b) Since each application file should be complete in itself,
a separate copy of every paper to be filed in an application
should be furnished for each application to which the paper
pertains, even though the contents of the papers filed in two or
more applications may be identical.

(c) Since different matters may be considered by different
branches or sections of the Patent and Trademark Office, each
distinct subject, inquiry or order should be contained in a
separate letter to avoid confusion and delay in answering letters
dealing with different subjects.

[24 FR 10332, Dec.22,1959;43 FR 20461, May 11, 1978; para.(a),
48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; para. (a), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; para(a)(2), 53 FR 47807,
Nov. 28, 1988, effective Jan. 1, 1989]

§ 1.5 Identification of application, patent or
registration.

(a) No correspondence relating to an application should be
filed prior to when notification of the application number is
received from the Patent and Trademark Office. When a letter
directed to the Patent and Trademark Office concerns a previ-
ously filed application for a patent, it must identify on the top
page inaconspicuous location, the application number (consist-
ing of the series code and the serial number, e.g., 07/123,456),
or the serial number and filing date assigned to that application
by tht Patent and Trademark Office, or the international appli-
cation number of the international application. Any correspon-
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dence not containing such identification will be returned to the
sender where a return address is available, The retumed corre-
spondence will be accompanied with a cover letter which will
indicate to the sender that if the returned correspondence is
resubmitted to the Patent and Trademark Office within two
weeks of the mail date on the cover letter, the original date of
receipt of the comespondence will be considered by the Patent
and Trademark Office as the date of receipt of the correspon-
dence. Applicants may use either the certificate of mailing
procedure under § 1.8 or the Express Mail procedure under §
1.10 forresubmissions of returned correspondence if they desire
to have the benefit of the date of deposit in the United States
Postal Service. If the returned correspondence is not resubmit-
ted within the two-week period, the date of receipt of the
resubmission will be considered to be the date of receipt of the
comrespondence. The two-week period to resubmit the returned
correspondence will not be extended. If for some reason re-
turned correspondence is resubmitted with proper identification
later than two weeks after the return mailing by the Patent and
Trademark Office, the resubmitted correspondence will be
accepted but given its date of receipt. In addition to the applica-
tion number, all letters directed to the Patent and Trademark
Office concerning applications for patent should also state
"PATENT APPLICATION," the name of the applicant, the title
of the invention, the date of filing the same, and if known, the
group art unit or other unit within the Patent and Trademark
Office responsible for considering the letter and the name of the
examiner or other person to which it has been assigned.

(b) When the letter concerns a patent other than for purposes
of paying a maintenance fee, it should state the number and date
of issue of the patent, the name of the vatentee, and the title of
the invention. For letters concerning payment of a maintenance
fee in a patent, see the provisions of § 1.366(c).

(c) A letter relating to a trademark application should
identify itas such and by the name of the applicant and the serial
number and filing date of the application. A letter relating to a
registered rademark should identify it by the name of the
registrant and by the number and date of the certificate.

(d) A letter relating to a reexamination proceeding should
identify it as such by the number of the patent undergoing
reexamination, the reexamination request control number as-
signed to such proceeding and, if known, the group art unit and
name of the examiner to which it been assigned.

(e) When a paper concerns an interference, it should state
the names of the parties and the number of the interference. The
name of the examiner-in-chief assigned to the interference (§
1.610) and the name of the party filing the paper should appear
conspicuously on the first page of the paper.

[24 FR 10332, Dec 22, 1959; 46 FR 29181, May 29, 1981; para. (a)
49 FR 552, Jan. 4, 1984, effective Apr. 1, 1984; para. (a), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; paras. (a) & (b, ) 53 FR 47807,
Nov. 28, 1988, effective Jan. 1, 1989]

§ 1.6 Receipt of letters and papers.

(a) Letters and other papers received in the Patent and Trade-
mark Office are stamped with the date of receipt, except where
such letters and papers are filed in accordance with § 1.10. Any
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such letters and papers filed in accordance with § 1.10 will be
stamped with the date of deposit as “Express Mail” with the
United States Postal Service unless the date of deposit is a
Saturday, Sunday, or Federal holiday within the District of
Columbia in which case the date stamped will be the next
succeeding day which is not a Saturday, Sunday, or Federal
holiday within the District of Columbia. No papers are received
in the Patent and Trademark Office on Saturdays, Sundays or
Federal holidays within the District of Columbia.

(b) Mail placed in the Patent and Trademark Office pouchup
to midnight on weekdays, excepting Saturdays and federal
holidays, by the post office at Washington, D.C., serving the
Patent and Trademark Office, is considered as having been
received in the Patent and Trademark Office on the day it was
so placed in the pouch.

(c) In addition to being mailed or delivered by hand during
office hours, letters and other papers may be deposited up to
midnight in a box provided at the guard’s desk at the lobby of
building 3 of the Patent and Trademark Office at Crystal Plaza,
Arlington, Virginia and at the main entrance (14th Street) of the
Department of Commerce Building, Washington, D.C., on
weckdays except Saturdays and Federal holidays, and all papers
deposited therein are considered as received in the Patent and
Trademark Office on the day of deposit.

(d) If interruptions or emergencies in the United States
Postal Service which have been so designated by the Commis-
sioner occur, the Patent and Trademark Office will consider as
filed on a particular date in the Office any paper or fee which is:
(1) Promptly filed after the ending of the designated interruption
or emergency; and (2) Accompanied by a statement indicating
that such paper or fee would have been filed on that particular
date if it were not for the designated interruption or emergency
in the United States Postal Service. Such statement must be a
verified statement if made by a person not registered to practice
before the Patent and Trademark Office.

{48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; 48 FR 4285,
Jan. 31, 1983; para. (a),49 FR 552, Jan. 4, 1984, effective Apr. 1,1984]

§ 1.7 Times for taking action; Expiration on
Saturday, Sunday, or Federal holiday.

Whenever periods of time are specified in this part in days,
calendar days are intended. When the day, or the last day fixed
by statute or by or under this part for taking any action or paying
any fee in the Patent and Trademark Office falls on Saturday,
Sunday, or ona Federal holiday within the District of Columbia,
the action may be taken, or the fee paid, on the next succeeding
day which is not a Saturday, Sunday, or a Federal holiday. See
§ 1.304 for time for appeal or for commencing civil action.

{48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; corrected 48
FR 4285, Jan. 31, 1983]

§ 1.8 Certificate of mailing.

(a) Except in the cases enumerated below, papers and fees
required to be filed in the Patent and Trademark Office within
a set period of time will be considered as being timely filed if:

(1) They are addressed to the Commissioner of Patents and
Trademarks, Washington, D.C. 20231, and deposited with the
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U.S. Postal Service with sufficient postage as first class mail
prior to expiration of the set period; and

(2) They also include a certificate for each paper or fee
stating the date of deposit. The person signing the certificate
should have reasonable basis to expect that the correspondence
would be mailed on or before the date indicated. The actual date
of receipt of the paper or fee will be used for all other purposes.
This pracedure does not apply to the following:

(i) The filing of a national patent application specification
and drawing or other papers for the purpose of obtaining an ap-
plication filing date;

(ii) The filing of trademark applications;

(iii) The filing of agreements between parties {o an inter-
ference under 35 U.S.C. 135(c);

(iv) The filing of an affidavit showing that a mark is still
in use or containing an excuse for nonuse under section 8 (a) or
(b) or section 12(c) of the Trademark Act, 15 U.S.C. 1058(a),
1058(b), 1062(c);

(v) The filing of an application for renewal of a mark reg-
istration under section 9 of the Trademark Act, 15U.S.C. 1059;

(vi) The filing of a petition to cancel a registration of a
mark under section 14 (a) or (b) of the Trademark Act, 15U.S.C.
1064(a), 1064(b);

(vii) The filing of an affidavit under section 15, subsection
(3) of the Trademark Act, 15 U.S.C. 1065;

(viii) The filing of a notice of election to proceed by civil
action in an inter partes proceeding under 35 U.S.C. 141 or
section 21(a)(1) of the Trademark Act, 15U.S.C. 1071(a)(1), in
response to another party’s appeal to the Court of Appeals for
the Federal Circuit;

(ix) The filing of a notice and reasons of appeal under 35
U.S.C. 142 or a notice of appeal under section 21(a)(2) of the
Trademark Act, 15 U.S.C. 1071(a)(2);

(x) The filing of a statement under 42 U.S.C. 2182 or 42
U.S.C. 2457(c);

(xi) The filing of international applications for patent and
all papers and fees relating thereto;

(xii) The filing of a paper in an interference which an
examiner-in-chief orders to be filed by hand or “Express Mail”,
and

(xiii) Papers filed in connection with a disciplinary pro-
ceeding under Fart 10 of this subchapter,

(b) In the event that correspondence or fees are timely filed
in accordance with paragraph(a) of thissection, but notreceived
in the Patent and Trademark Office, and the application is held
to be abandoned or the proceeding dismissed, terminated, or
decided with prejudice, the correspondence or fee will be
considered timely if the party who forwarded such correspon-
dence or fee (1) informs the Office of the previous mailing of the
correspondence or fee promptly after becoming aware of the
Office action, (2) supplies an additional copy of the previously
mailed correspondence or fee and certificate, and (3) includes a
declaration under § 1.68 or § 2.20 which attests on a personal
knowledge basis or to the satisfaction of the Commissioner to
the previous timely mailing.

[41 FR 43721, Oct. 4, 1976; 43 FR 20461, May 11, 1978; para. (a).
47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; para. (2),48 FR
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2708, Jan. 20, 1983; para. (a) 49 FR 48416, Dec. 12, 1984, effective
Feb. 11, 1985; para. (a), 49 FR 5171, Feb. 6, 1985, effective Mar. 8,
1985; 52 FR 20046, May 28, 1987]

§ 1.9 Definitions.

(a) A national application as used in this chapter means a
U.S. national application for patent which was either filed in the
Office under 35 U.S.C. 111 or which resulted from an interna-
tional application after compliance with 37 CFR 371.

(b) An international application as used in this chapter
means an international application for patent filed under the
Patent Cooperation Treaty prior to entering national processing
at the Designated Office stage.

(c) An independent inventor as used in this chapter means
any inventor who (1) has not assigned, granted, conveyed, or li-
censed, and (2) is under no obligation under contract or law 0
assign, grant, convey, or license, any rights in the invention to
any person who could not likewise be classified as an independ-
ent inventor if that person had made the invention, or to any
concern which would not qualify as a small business concern or
a nonprofit organization under this section.

(d) A small business concern as used in this chapter means
any business concern as defined by the Small Business Admini-
stratign in 13 CFR 121.12. For the convenience of the users of
these regulations, that definition states:

§ 121.12 Small business for paying reduced patent fees.

(a) Pursuant to Pub. L. 97-247, a small business concem for
purposes of paying reduced fees under 35 U.S. Code 41 (a) and (b)
to.the Patent and Trademark Office means any business concern (1)
whese number of employees, including those of its affiliates, does
not exceed 500 persons and (2) which has not assigned, granted,
conveyed, or licensed, and is under no obligation under contractor
law to assign, grant, convey or license, any rights in the invention
to any person who could not be classified as an independent
inventor if that person had made the invention, or to any concern
which would not qualify as a small business concern or a nonprofit
organization under this section. For the purpose of this section
concerns are affiliates of each other when either, directly or
indirectly, one concern controls or has the power to control the
other, or a third party or parties controls or has the power to control
both. The number of employees of the business concern is the
average over the fiscal year of the persons employed during each
of the pay periods of the fiscal year. Employees are those persons
employed on a full-time, part-time or temporary basis during the
previous fiscal year of the concern.

(b) If the Patent and Trademark Office determines that a
concern is not eligible as a small business concern within this
section, the concern shall have a right to appeal that determination
to the Small Business Administration. The Patent and Trademark
Office shall transmit its written decision and the pertinent size
determination file to the SBA in the event of such adverse determi-
nation and size appeal. Such appeals by concerns should be
submitted to the SBA at 1441 L Street, NW., Washington, D.C.
20416 (Attention: SBA Office of General Counsel). The appeal
should state the basis upon which it is claimed that the Patent and
Trademark Office initial size determination on the concern was in
eryor; and the facts and arguments supporting the concern's
claimed status as a small business concern under this section.

(&) A nonprofit organization as used in this chapter means
(1) a university or other institution of higher education located
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in any country; (2) an organization of the type described in
section 501(c)(3) of the Internal Revenue Code of 1954 (26
U.S.C. 501(c)}(3)) and exempt from taxation under section
501(a) of the Internal Revenue Code (26 U.S.C. 501(a)); (3) any
nonprofit scientific or educational organization qualified under
a nonprofit organization statute of a state of this country (35
U.S.C. 201(i)); or (4) any nonprofit organization located in a
foreign country which would qualify as anonprofitorganization
under paragraphs () (2) or (3) of this section if it were located
in this country.

(f) A small entity as used in this chapter means an independ-
ent inventor, a small business concern or a nonprofit organiza-
tion.

(g) For definitions in interferences see § 1.601.

[43 FR 20461, May 11, 1978; 47 FR 40139, Sept. 10, 1982,
effective Oct. 1, 1982; 47 FR 43275, Sept. 30, 1982, effective Oct. 1,
1982; para. (d), 49 FR 34724, Aug. 31, 1984, effective Nov. 1, 1984;
para. (g), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985}

§ 1.10 Filing of papers and fees by “Express Mail”
with certificate.

(a) Any paper or fee to be filed in the Patent and Trademark
Office can be filed utilizing the “Express Mail Post Office to
Addressee” service of the United States Postal Service and be
considered as having been filed in the Office on the date the
paper or fee is shown to have been deposited as “Express Mail”
with the United States Postal Service unless the date of deposit
is a Saturday, Sunday, or Federal holiday within the District of
Columbia. See § 1.6(a).

(b) Any paper or fee filed by “Express Mail” must have the
number of the “Express Mail” mailing label placed thereon prior
to mailing, be addressed to the Commissioner of Patents and
Trademarks, Washington, D.C. 20231, and any such paper or
fee must also include a certificate of mailing by “Express Mail”
which states the date of mailing by “Express Mail” and is signed
by the person mailing the paper or fee.

(c) The Patent and Trademark Office will accept the certifi-
cate of mailing by “Express Mail” and accord the paper or fee
the certificate date under 35 U.S.C. 21(a) (unless the certificate
dateisa Saturday, Sunday, or Federal holiday within the District
of Columbia - see § 1.6¢a)) without further proof of the date on
which the mailing by “Express Mail” occurred unless a question
is present regarding the date of mailing. If more than a reason-
able time has elapsed between the certificate date and the Patent
and Trademark Office receipt date or if other questions regard-
ing the date of mailing are present, the person mailing the paper
or fee may be required to file a copy of the “Express Mail”
receipt showing the actual date of mailing and a statement from
the person who mailed the paper or fee averring to the fact that
the mailing occurred on the date certified. Such statement must
be a verified statement if made by a person not registered to
practice before the Patent and Trademark Office.

[48 FR 2708, Jan. 20, 1983, added effective Feb. 27, 1983; 48 FR
4285, Jan. 31, 1983, paras. (a) & (c), 49 FR 552, Jan. 4, 1984, effective
Apr. 1, 1984]
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PATENT RULES

RECORDS AND FILES OF THE PATENT AND
TRADEMARK OFFICE

§ 1.11 Files open to the public,

(a) After a patent has been issued or a statutory invention
registration has been published, the specification, drawings and
all papers relating to the case in the file of the patent or statutory
invention registration are open to inspection by the public, and
copies may be obtained upon paying the fee therefor. See §2.27
for trademark files.

(b) All reissue applications, all applications in which the
Office has accepted a request to open the complete application
to inspection by the public, and related papers in the application
file, are open to inspection by the public, and copies may be
furnished upon paying the fee therefor. The filing of reissue
applications will be announced in the Official Gazette. The
announcement shall include at least the filing date, reissue
application and original patent numbers, title, class and sub-
class, name of the inventor, name of the owner of record, name
of the attorney or agent of record, and examining group to which
the reissue application is assigned.

(c) All requests for reexamination for which the fee under §
1.20(c) has been paid, will be announced in the Official Gazette.
Any reexaminations at the initiative of the Commissioner pur-
suantto § 1.520 will also be announced in the Official Gazette.
The announcement shall include at least the date of the request,
if any, the reexamination request control number or the Com-
missioner initiated order control number, patent number, title,
class and subclass, name of the inventor, name of the patent
owner of record, and the examining group to which the reexami-
nation is assigned.

(d) All papers or copies thereof relating to a reexamination
proceeding which have been entered of record in the patent or
reexamination file are open to inspection by the general public,
and copies may be fumished upon paying the fee therefor.

(e) Thefile of any interference involving a patent, a statutory
invention registration, or an application on which a patent has
beenissued or which has been published as a statutory invention
registration, is open to inspection by the public, and copies may
be obtained upon paying the fee therefore, if: (1) the interference
has terminated, or (2) an award of priority or judgment has heen
entered as to all parties and all counts.

{OMB Control Nos. 0651-0010 & 0651-0014]

[42 FR 5593, Jan. 28, 1977; 43 FR 28477, June 30, 1978; 46 FR
29181, May 29, 1981, Para. (c),47 FR 41272, Sept. 17, 1982, effective
Oct. 1, 1982; para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; paras. (a), (b) & (e}, 50 FR 9378, Mar. 7, 1985, effective May
8, 1985]

§ 1.12 Assignment records open to public inspection.

(a) The assignment records, relating to original or reissne
patents, including digests and indexes, and assignment records
relating to pending or abandoned trademark applications and to
trademark registrations, are open to public inspection and cop-
ies of any instrument recorded may be obtained upon request
and payment of the fee set forth in § 1.19(a)(3).

(b) Assignmentrecords, digests, and indexes, relating to any
pending or abandoned patent application are not available to the
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public. Copies of any such assignment records and information
with respect thereto shall be obtainable only upon writien
authority of the applicant or applicant’s assignee or attorney or
agent or upon a showing that the person secking such informa-
tion is a bona fide prospective or actual purchaser, mortgagee,
orlicensee of such application, unless it shall be necessary to the
proper conduct of business before the Office or as provided by
these rules.

(c) Any request by a member of the public secking copies of
any -assignment records of any pending or abandcned patent
application preserved in secrecy under § 1.14, or any informa-
tion with respect thereto, must

(1) Be in the form of a petition accompanied by the petition
fee set forth in § 1.17(i)(1), or

(2) Include written authority granting access to the member
of the public to the particular assignment records from the
applicant or applicant’s assignee or attorney or agent of record.

(d) An order for a copy of an assignment should give the
identification of the record. If identified only by the name of the
patentee and number of the patent, or in the case of a trademark
registration by the name of the registrant and number of the
registration, or by name of the applicant and serial number or
international application number of the application, an extra
charge as set forth in § 1.21(f) will be made for the time

consumed in making a search for such assignment.
[47 FR 41272, Sept. 17, 1982, effective Oct. 1, 1982; paras. (a) &
(c), 54 FR 6893, Feb. 15, 1989, effective April 17, 1989]

§ 1.13 Copies and certified copies.

(a) Copies of patents and trademark registrations and of any
records, books, papers, or drawings belonging to the Patent and
Trademark Office and open io the public will be furnished by the
Patent and Trademark Office to any person, and copies of other
records or papers will be furnished to persons entited thereto,
upon payment of the fee therefor.

(b) Such copies will be authenticated by the seal of the Patent
and Trademark Office and certified by the Commissioner, or in
his name attested by an officer of the Patent and Trademark
Office authorized by the Commissioner, upon payment of the
fee for the authentication certificate in addition to the fee for the
copies.

[OMB Control Nos. 0651-0009, 0651-0010 & 0651-0014]

§ 1.14 Patent applications preserved in secrecy.

(a) Except as provided in § 1.11(b) pending patent applica-
tions are preserved in secrecy. No information will be given by
the Office respecting the filing by any particular person of an
application for a patent, the pendency of any particular case
before it, or the subject matter of any particular application, nor
will access be given to or copies furnished of any pending
application or papersrelating thereto, without written authority
in that particular application from the applicant or his assignee
or attorney or agent of record, unless the application has been
identified by serial number in a published patent document or
the United States of America has been indicated as a Designated
State in a published international application, in which case
status information such as whether it is pending , abandoned or
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patented may be supplied, or unless it shall be necessary to the
proper conduct of business before the Office or as provided by
this part. Where an application has been patented, the patent
number and issue date may also be supplied.

(b) Except as provided in § 1.11(b) abandoned applications
are likewise not open to public inspection, except that if an
application referred to in a U.S. patent, or in an application in
which the applicants has filed an authorization to open the
complete application to the public, is abandoned and is avail-
able, it may be inspected or copies obtained by any person on
written request, without notice to the applicant.

(c) Applications for patents which disclose or which appear
to disclose, or which purport to disclose, inventions or discov-
eries relating to atomic energy are reported to the Departmentof
Energy, which Department will be given access to such appli-
cations, but such reporting does not constitute a determination
that the subject matter of each application so reported is in fact
useful or an invention or discovery or that such application in
fact discloses subject matter in categories specified by sections
151(c) and 151(d) of the Atomic Energy Act of 1954, 68 Stat.
919; 42 U.S. C. 2181 (c) and (d).

(d) Any decision of the Board of Patent Appeals and Inter-
ferences, or any decision of the Commissioner on petition, not
otherwise open to public inspection shall be published or made
available for public inspection if: (1) The Commissioner be-
lieves the decision involves an interpretation of patent laws or
regulations that would be of important precedent value; and (2)
the applicant, or any party involved in the interference, does not
withimtwo months after being notified of the intention to make
the decision public, object in writing on the ground that the
decision discloses a trade secret or other confidential informa-
tion, if a decision discloses such information, the applicant or
party shall identify the deletions in the text of the decision
considered necessary to protect the information. If it is consid-
ered the entire decision must be withheld from the public to
protect such information the applicant or party must explain
why. Applicants or parties will be given time, not less than
twenty days, to request reconsideration and seek court review
before any portions of decisions are made public over their
objection. See § 2.27 for rrademark applications.

(e) Any request by a member of the public seeking access to,
orcopies of, any pending or abandoned application preserved in
secrecy pursuant to paragraphs (a) and (b) of this section, or any
papers relating thereto, must

(1) Be in the form of a petition and be accompanied by the
petition fee set forth in § 1.17(i)(1), or

(2) Include written authority granting access to the member
of the public in that particular application from the applicant or
the applicant’s assignee or attorney or agent of record.

(Note, see § 1.612(a) for access by an interference party to
a pending or abandoned application.)

[OMB Control Nos. 0651-0010 & 0651-0011]

[42 FR 5593, Jan. 28, 1977; 43 FR 20462, May 11, 1978; para. ()
added, 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982; para. (b),
49 FR 552, Jan. 4, 1984, effective Apr. 1, 1984; para. (d), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; para. (b), 50 FR 9378, Mar. 7,
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1985, effective May 8, 1985: 53 FR 23733, June 23, 1988; para. (e), 54
FR 6893, Feb. 15, 1989, effective April 17, 1989]

§ 1.15 Requests for identifiable records.

(a) Requests for records not disclosed to the public as partof
the regular informational activity of the Patent and Trademark
Office and which are not otherwise dealt with in the rules in this
part shall be made in writing, with the envelope and the letter
clearly marked "Freedom of Information Request." Each such
request, so marked, should be submitted by mail addressed to
the "Patent and Trademark Office, Freedom of Information
Request Control Desk, Box 8, Washington, D.C. 20231," or
hand delivered to the Office of the Solicitor, Patent and Trade-
mark Office, Arlington, Virginia. The request will be processed
in accordance with the procedures set forth in Part4 of Title 15,
Code of Federal Regulations.

(b) Any person whose request for records has been initially
denied in whole or in part, or has not been timely determined,
may submit a written appeal as provided in § 4.8 of Title 15,
Code of Federal Regulations.

(c) Procedures applicable in the event of service of process
or in connection with testimony of employees on official mat-
ters and production of official documents of the Patent and
Trademark Office in civil legal proceedings not involving the
United States shall be those established in parts 15 and 15a of
Title 15, Code of Federal Regulations.

[32FR 13812,0ct.4,1967; 34 FR 18857, Nov. 26, 1969; amended
53 FR 47685, Nov. 25, 1988, effective Dec. 30, 1988)
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PATENT RULES

FEES AND PAYMENT OF MONEY

§ 1.16 National application filing fees.

(a) Basic fee for filing each application for an original
patent, except design or plant cases:

By a small entity (§ 1.9(f) ..covovvevnnnnnsninininneranne $185.00

By other than a small entity......ccovveiveeiiiicnncnenennns 370.00

(b) In addition to the basic filing fee in an original applica-
tion, for filing or later presentation of each independent claim in
excess of 3:

By a small entity (§ 1.9()) «.cccvereereernererrernrsessesencsnenns 18.00

By other than a small entity ......c...cceeueeensecanesessiaians 36.00

(c) In addition to the basic filing fee in an original applica-
tion, for filing or later presentation of each claim (whetherinde-
pendent or dependent) in excess of 20 (Note that § 1.75(c)
indicates how multiple dependent claims are considered for fee

calculation purposes.):
By a small entity (§ 1.9(f)) «cocevereneremncrininereesninianns 6.00
By other than a small entity ..........cceovvererrerescneasensenees 12.00

(d) In addition to the basic filing fee in an original applica-
tion, if the application contains, or is amended to contain, a
multiple dependent claim(s), per application:

By a small entity (§ 1.9(f)) c.cereerecrumererrcnnrrceccenns .

By other than a small entity......c.ccooeeeeeecrcecrcnenss 120.00

(If the additional fees required by paragraphs (b), (¢), and (d)
are not paid on filing or on later presentation of the claims for
which the additional fees are due, they must be paid or the claims
cancelled by amendment, prior to the expiration of the time
period set for response by the Office in any notice of fee
deficiency.)

(e) Surcharge for filing the basic filing fee or oath or
declaration on a date later than the filing date of the application:

By a small entity (§ 1.9()) ccverveerccvererveceenennenencnns 60.00
By other than a small entity .......cccccveereernrsnrareseenes 120.00
(f) For filing each design application:

By a small entity (§ 1.9(f)) cccveerrrrerrenenrenecrererensnnns 75.00
By other than a small entity ........c.ccccevvrersnracennnes 150.00
(g) Basic fee for filing each plant application:

By a small entity (§ 1.9(D) ..ccoevveeerrrererecenrcensnene 125.00
By other than a small entity .......cccceceererrreereseerenees 250.00
(h) Basic fee for filing each reissue application;

By a small entity (§ 1.9(f)) ...oovvvevrernnrerernrerenrnrennnes 185.00
By other than a small entity .......cececeeeereresesesnesresans 370.00

() Inaddition to the basic filing fee in a reissue application,
for filing or later presentation of each independent claim which
isin excess of the number of independent claims in the original
patent:

By a small entity (§ 1.9()) c.cccvverererreesereraeseseerersennans 18.00
By other than a small ENtity ........ceceveeeesesesseseeserersanne 36.00

() In addition to the basic filing fee in a reissue application,
for filing or later presentation of each claim (whether independ-
ent or dependent) in excess of 20 and also in excess of the
number of claims in the original patent, (Note that § 1.75(c)
indicates how multiple dependent claims are considered for fee

purposes.):
By a small entity (§ 1.9(£)) cuvcereerervirreveennernenneeesensnes 6.00
By other than a small ntity ........c.cevveeeerreerrnnnrseerens 12.00

§ 1.17

(Note, see & 1.445 for international application filing and
processing fees.).
[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
S0FR 31824, Aug. 6, 1985, effective date Oct. §, 1985, paras. (a), (b),
(d) - (), 54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989]

§ 1.17 Patent application processing fees.

(a) Extension fee for response within first month pursuant
to § 1.136(2):

By a small entity (§ 1.9(£)) «veeeeeverenercennessencsnsessenene $31.00

By other than a SMall eNHLY -.ceeeereeeernsrecsisnesnsescsanns 62.00

(b) Extension fee for response within second month pursu-
ant to § 1.136(a):

By a small entity (§ 1.9()) -.oevevecrereccssnscesecansasesnnns

By other than a Small eRtLY ....veveeeseesessessisnesissssesaee 180.00

(c) Extension fee for response within third month pursuant
o § 1.136(a):

By a small entity (§ 1.9()) -cevvevererererrcnreercanennannnens 215.00

By other than a Small entity ........ccoceceeveecercnrsereeeas 430.00

(d) Extension fee for response within fourth month pursuant
o § 1.136(a):

By a small entity (§ 1.9(f)) «cocvrervnnnenincnnesensscscnnns 340.00

By other than a small entity ...........cceveeeereererrerrnns 680.00

(e) For filing a notice of appeal from the examiner to the
Board of Patent Appeals and Interferences:

By a small entity (§ 1.9()) «.--eveeverrrenrenscecsnrenrsesenes 70.00

By other than a small entity ........ccccceevercevncccssennas 140.00

(f) In addition to the fee for filing anotice of appeal, for filing
a brief in support of an appeal:

By a small entity (§ 1.9()) ..ccoeeeerrvereienerncenrenennnns 70.00

By other than a Small NGty ......c.cceverrecereriscrennreenres 140.00

(g) For filing a request for an oral hearing before the Board

of Patent Appeals and Interferences in an appeal under 35

U.S.C. 134;

By a small entity (§ 1.9(1)) «eeveereeercereneneeceriereneneneens 60.00

By other than a small €ntity .........c.ccovseereeserensaraens 120.00

(h) For filing a petition to the Commissioner under a section
of this part listed below which refers to this

PAraraPh c..coeeceininioneenriieessnessii e eesetessessassessesaseasaes 120.00

§ 1.47 — for filing by other than all the inventors or a

person not the inventor

§ 1.48 — for correction of inventorship

§ 1.182 — for decision on questions not specifically

provided for

§ 1.183 — to suspend the rules

§ 1.295 — for review of refusal to publish a statutory

invention registration

§ 1.377 — for review of decision refusing to accept and

record payment of a maintenance fee filed prior
to expiration of patent.

§ 1.378(e) — for reconsideration of decision on petition
refusing to accept delayed payment of
maintenance fee in expired patent

§ 1.644(e) — for petition in an interference

§ 1.644(f) — for request for reconsideration of a decision
on petition in an interference

§ 1.666(c) — for late filing of interference settlement
agreement.
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§§5.12,5.13 & 5.14 — for expedited handling of a foreign
filing license
§ 5.15 — for changing the scope of a license.
§ 5.25 — for retroactive license.
(i)(1) For filing a petition to the Commissioner under a
section of this part listed below which refers to this
PATAZTADN .. eveececnerecaereseseniassentsasseassessssssessasssnssssnssnnnss 120.00
§ 1.12 — for access to an assignment record.
§ 1.14 —for access to an application.
§ 1.55 — for entry of late priority papers.
§ 1.103 — to suspend action in application.
§ 1.177 — for divisional reissues to issue separately.
§ 1.312 — for amendment after payment of issue fee.
§ 1.313 — to withdraw an application from issue.
§ 1.314 — 10 defer issuance of a patent.
§ 1.334 - for patent to issue to assignee, assignment
recorded late.
§ 1.666(b) — for access to interference settlement
agreement.
(2) For filing a petition to the Commissioner under § 1.102
of this part to make application special .........eeeceeceenaas 80.00
(j) for filing a petition to institute a public use proceeding
UNAEL § 1.202 ... eevereeecreerneesneesseessansssessssessssaessnes 1,200.00
(k) For processing an application filed with a specification
in a non-English language (§ 1.52(d)) .cveveeveeeererenseannns 30.00
(I) For filing a petition
(1) For the revival of an unavoidably abandoned applica-
tion under 35 U.S.C. 133 or 371 or
(2) For delayed payment of the issue fee under 35 U.S.C.
151:
By a small entity (§ 1.9(£) wceervereveeennerrererrccnesennne 31.00
By other than a small entity..........ccecevecurereresresarensanens 62.00
(m) For filing a petition
(1) For revival of an unintentionally abandoned applica-
tion, or
(2) For the unintentionally delayed payment of the fee for

issuing a patent:
By a small entity (§ 1.9(£)) ..ceveervererrersrrnerreeassensnanene 310.00
By other than a small entity......cc.cceecenirereeeeceerereanees 620.00

(n) For requesting publication of a statutory invention reg-
istration prior to the mailing of the first examiner’s action
pursuant to § 1.104 - $400.00 reduced by the amount of the
application basic filing fee paid.

(o) For requesting publication of a statutory invention reg-
istration after the mailing of the firstexaminer's action pursuant
to § 1.104 - $800.00 reduced by the amount of the application
basic filing fee paid.

[Added 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982;para.
(h), 48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983; para. (h), 49 FR
13461, Apr. 4, 1984, effective June 4, 1984; para. (h), 49 FR 34724,
Aug. 31, 1984, effective Nov. 1, 1984; paras. (e), (g), (h) & (i), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; paras. (h), (n) & (c), S0
FR 9379, Mar. 7, 1985, effective May 8, 1985; 50 FR 31824, Aug. 6,
1985, effective Oct. 5, 1985; paras. (a)- (m), 54 FR 6893, Feb. 15,1989,
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§ 1.18 Patent issue fees.
(a) Issue fee for issuing each original or reissue patent,

except a design or plant pateat:

By a small entity (§ 1.9(£)) .ccovrerersrermmcnsncereonse $310.00
By other than a small entity ..... 620.00
(b) Issue fee for issuing a design patent:

By a small entity (§ 1.9(f)) - 110.00
By other than a Small entity ......ccceveveccniresnssraones 220.00
(c) Issue fee for issuing a plant patent:

By a small entity (§ 1.9()) oo oo rnnirnsiininne 155.00
By other than a small entity .........coocceicnncneresincnes 31000

[Added 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982; SOFR
31824, Aug. 6, 1985, effective Oct. §, 1985; revised 54 FR 6893, Feb.
15, 1989, effective Apr. 17, 1989]

§ 1.19 Document supply fees.
The Patent and Trademark Office will supply copies of the
following documents upon payment of the fees indicated:
(a) Uncertified copies of Office documents:
(1) Printed copy of a patent, including a design patent,
statutory invention registration, or defensive publication docu-
ment, except color plant patent or color statutory invention reg-

ISITALION 1.vver e seeeenresentsssnennsstaassen s sesnsesssreneranensenssasses $1.50
(2) Printed copy of a plant patent or statutory inventionreg-
ISration in COLOT .....ccuieerericiccsrenarans e st rane ssansenaeeeeae 10.00

(3) Copy of Office documents, except as otherwise pro-
vided in this section, for each 30 pages or a fraction

THETEOL ettt s s et e e s e 10.00
(4) Copy of a utility patent with drawings in color (see §
1.84(D)) teererrerrereeentsernrncentsnnsssssassenesesssaesessnsasssassessass sase 20.00

(5) Expedited local service for copy of a patent as in
paragraph (a)(1) of this section, fulfilled within one work day
for orders delivered to the Public Service Window in the Patent
Public Search ROOM ........ccccvmuneineeiisineenineseenesenns sees 3.00

(6)Expedited service for copy of a patent as in paragraph
(a)(1) of this section, ordered by electronic ordering service and
delivered to the customer within two work days .. ........ 2500

() Certified copies of Office documents:

(1) Certified copy of patent application as filed.. ... 10.00

(2) Certified copy of patent file wrapper and
COMLENLS 1ruereeniensetsssansncaremsessssesanseasesossssesannssresasasasss 170.00

(3) Certified copy of patent assignment record ........ 5.00

(4) Expedited service for certified copy of patent applica-
tion as filed in paragraph (a)(3) of this section, fulfilled within
5 work days, excluding mailing time ......cccveereeanrcnninee 20.00

(5) For certifying Office records, per certificate ...... 3.00

(6) For search of assignment records, abstract of title and
certification, Per Patent .....cveeceererverensecreseseransrsssarseseens 15.00

(¢) Library service (35 U.S.C. 13): For providing to librar-
ies copies of all patents issued annually, per annum .....50.00

(d) For list of all United States patents and statutory inven-
tion registrations in @ SUDCIASS .....ocuvvevrerenrveneierseeressesnens 2.00

(e) Uncertified statement as to status of the payment of
maintenance fees due on a patent or expiration of a

343FR 9431, March 7, 1989, effective Apr. 17, 1989] PALETIL cooieniineieiirisinsianesenessestsasaasesaessenesssbvassasesarasancrases 5.00
. (f) Uncertified copy of anon-United States patent document,
PET AOCUMENL ..cvrriieienirirrinie e sassesasasassasasssssssassens 10.00
Rev. 11, Apr. 1989 R-12
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(g) To compare and certify copies made from Patent and
Trademark Office records but not prepared by the Patent and

Trademark Office, per copy of document. .....ovveeeveveens 10.00
(h) Additional filing receipts; duplicate; or corrected due to
APPLCANL EITOT .ovcevnereirnseresssnersesessesesasssnissasarsrsasssosseses 15.00

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
para,. (b), 49 FR 552, Jan. 4, 1984, effective date Apr. 1, 1984; paras.
() & (g) added, 49 FR 34724, Aug. 31, 1984, effective date Nov. 1,
1984; paras. (a) & (c), 50 FR 9379, Mar. 7, 1985, effective date May
8.1985;50FR 31825, Aug. 6, 1985, effective date Oct. 5, 1985; revised
54 FR 6893, Feb. 15, 1989, 54 FR 9432, March 7, 1989, effective Apr.
17, 1989]

§ 1.20 Post-issuance fees.
(a) For providing a certificate of correction for applicant’s

MISLAKE (§ 1.323) cuurerereeereeieiesertssennesessessessssesssssnsrasns $60.00
(b) Petition for correction of inventorship in
PAENt (§ 1.324) c.ovueeeerrcecrereremreesernrserasnsnsesnseesnonenss 120.00
(c) For filing a request for
reexamination (§ 1.510(2)) ...ccccevvecrercenrecersvnees 2,000.00
(d) For filing each statutory disclaimer (§ 1.321):
By a small entity (§ 1.9(£)) ...c.cvverrnnrrencssasesercreonns 31.00
By other than a small entity ......cvcceeercnrecserceseane 62.00

(e) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
December 12, 1980 and before Augusi 27, 1982, in force
beyond four years; the fee is due by three years and six months
after the original grant ...........cocccveicrnnnsnnnnnnsecenns 245.00

(f) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
December 12, 1980 and before August 27, 1982, in force
beyond eight years; the fee is due by seven years and six months
after the original Brant ... 495.00

(g) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
December 12, 1980 and before August 27, 1982, in force
beyond twelve years; the fee is due by eleven years and six
months after the original grant .........c.cceeerveenesnereseeesnns 740.00

(h) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
August 27, 1982, in force beyond four years; the fee is due by
three years and six months after the original grant:

By a small entity (§ 1.9(f)) «.ccovrcrncrirereccnssesesernnns 245.00
By other than a small entity ......cc.ecovereresnresosrseansens 490.00

(i) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
August 27, 1982, in force beyond eight years; the fee is due by
seven years and six months after the original grant:

By a small entity (§ 1.9()) cvveverrrerecervevenraserenneens 495.00
By other than a small entity .......ccceeerrseensesareranarens 990.00

(§) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
August 27, 1982, in force beyond twelve years; the fec is due by
eleven years and six months after the original grant:

By a small entity (§ 1.9(6)) .cecorvvrverrersesnsassnnes 740.00

By other than a small entity .........ceeevrcrenerans 1,480.00
(k) Surcharge for paying a maintenance fee during the six-
month grace period following the expiration of three years and
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six months, seven vears and six months, and eleven yearsand six
months afier the date of the original grant of a patent based on
an application filed on or after December 12, 1980 and before
August 27, 1982 ....ccvvnnsmiensmaiinmesssisssieene 120.00
(1) Surcharge for paying a maintenance fee during the six-
month grace period following the expiration of three years and
six months, seven years and six months, and eleven yearsand six
months after the date of the original grant of a patent based on
an application filed on or after August 27, 1982:
By a small entity (§ 1.9(f))
By other than a small €ntity ........coceeeeveevvniensanens 120.00
(m) Surcharge for accepting a maintenance fee after expi-
ration of a patent for non-timely payment of a maintenance fee
where the delay in payment is shown 10 the satisfaction of the

Commissioner to have been unavoidable .........occvrenene 550.00
(n) For filing an application for extension of the term of a
patent (§ L.740) oottt 600.00

fAdded 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
paras. (k), (1) & (m) added, 49 FR 34724, Aug. 31, 1984, effective date
Nov. 1, 1984; paras. (c), (f). (g) & (m), 50 FR 9379, Mar. 7, 1985,
effective date May 8, 1985; SOFR 31825, Aug. 6, 1985, effective date
Oct. 5, 1985; 51 FR 28057, Aug. 4, 1986; 52 FR 9394, Mar. 24, 1987,
paras. (2)-(n), 54 FR 6893, Feb. 15, 1989, 54 FR 8053, Feb. 24, 1989,
effective Apr. 17, 1989]

§ 1.21 Miscellaneous fees and charges.
The Patent and Trademark Office has established the fol-
lowing fees for the services indicated:
(a) Registration of attorneys and agents:
(1) For admission to examination for registration to

practice, fee payable upon application ............... $270.00
(2) On registration (0 PraCtiCe .......e.erueverncressrssnrsnans 90.00
(3) For reinstatement tO PractiCe .......cecererarereeressres 10.00
(4) For certificate of good standing as an attorney
OF QZENL .ovvvrrerersserissanisesssrrasssrssesassiosnssansssssssnmossenes 10.00
Suitable for framing ........c.cveveeeeerennrrcessesenersens 100.00
(5) Forreview of decision of the Director of Enrollment and
Discipline under § 10.2(C) ...ocvvervieirnnerisesinnennsesaronssssaes 100.00
(6) For requesting regrading of an examination under §
FO.7(C) cevrvrreernrocsnsansosmssssesnsassessssssssnsnssssesassesessssesssnsans 100.00

(b) Deposit accounts:
(1) For establishing or reinstating a deposit

ACCOUMNE .euvereerrsrisennnrnesessasansrsonssanassronssnsassnennsnssssens 10.00
(2) Service charge for each month when the balance at the
end of the month is below 31,000 ......cccovevereecccccrrencane. 20.00

(3) Service charge for each month when the balance at the
end of the month is below $300 for restricted subscription
deposit accounts used exclusively for subscription order of
patent Copies as ISSUEH ......veeereersererenstssssesiaresssesensanse 20.00

(c) Disclosure document: For filing a disclosure

AOCUIMENL .....oveeererrreenrecnesrnessressarssnessesasssserasesesssssssanses 6.00
(d) Delivery box: Local delivery box rental,
DET NN ceeiuinsnssssnsssmssssesssssssssessssssssssssssssnee 50.00

(e) International-type search reports: For preparing aninter-
national-type search report of an international type search made
at the time of the first action on the merits in & national patent
E:10)5) 1162211 10 )1 OO 30.00

(f) Search of Office records: For conducting an inventor
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search of Office records for a ten-year period........oeee 10.00
(g) CopiShare card: COSt PEr COPY «vvrerernnseraens cosaess 0.15

(h) Forrecording each assignment, agreement or other paper
relating to the property in a patent or application,
DET PIOPETLY.. coevvvecersssscasssssserssesssasssssasarsnsssnassasasasssscossosess 8.00
(i) Publication in Official Gazette: For publication in the Of-
ficial Gazette of a notice of the availability of an application or
a patent for licensing or sale, each application
or patent......
G Foraduphcate or replacement of a permanent Office user
pass (There is no charge for the first permanent
USET PASS) wereeeerssassesrasrsrrsssasstatsssassesaesssasnsasassatestasassasresss 10.00
(k) For items and services, that the Commissioner finds may
be supplied, for which fees are not specified by statute or by this
section, such charges as may be determined by the Commis-
sioner with respect to each such item or service...... Actual cost
(D) For processing and retaining any application abandoned
pursuantto § 1.53(d) unlessthe requiredbasic filing fee has been
PRI eeeeeeetcreseeenerseerserasessecesee s s nsneasaesssnat esssstsansneranans 120.00
(m) For processing each check returned “unpaid” by
..50.00
{Added 47 FR 41274, Sept. 17, 1982, effectlve date 0ct 1,1982;
paras. (b) & (1), 49 FR 553, Jan. 4, 1984, effective date Apr. 1, 1984;
paras. (ﬂzz)(S) & (6) added, 50FR 5171, Feb. 6, 1985, effective date Apr.
8,19857 50 FR 31825, Aug. 6, 1985, effective date Oct. 5, 1985; paras.
(a), ®)(1), (d)-(G), (1)-(m), 54 FR 6893, Feb. 15, 1989, 54 FR 8053, Feb.
24, 1989, 54 FR 9432, March 7, 1989, effective Apr. 17, 1989]

§ 1.22 Fees payable in advance.

(a). Patent and trademark fees and charges payable to the
Patent and Trademark Office are required to be paid in advance,
that is, at the time of requesting any action by the Office for
which a fee or charge is payable with the exception that under
§ 1.53 applications for patent may be assigned a filing date
without payment of the basic filing fee.

(b) All patent and trademark fees paid to the Patent and
Trademark Office should be itemized in each individual appli-
cation, patentor other proceeding in such amannerthatitis clear
for which purpose the fees are paid.

[48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.23 Method of payment.

All payments of money required for Patent and Trademark
Office fees, including fees for the processing of international
applications (§ 1.445), should be made in U.S. specie, Treasury
notes, national bank notes, post office money orders, or by
certified check. If sent in any other form, the Office may delay
or cancel the credit until collection is made. Money orders and
checks must be made payable to the Commissioner of Patents
and Trademarks. Remittances from foreign countries must be
payable and immediately negotiable in the United States for the
fult amount of the fee required. Money sent by mail to the Patent
and Trademark Office will be at the risk of the sender; letters
containing money should be registered.

[43 FR 20462, May 11, 1978]
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§ 1.24 Coupons.

Coupons in denominations of one dollar and fifty cents for
the purchase of patents, designs, defensive publications, statu-
tory invention registrations, and wademark registrations are
sold by the Patent and Trademark Office for the convenience of
the general public; these coupons may not be used for any other
purpose. The one dollar and fifty cent couponsare sold individu-
ally and in books of 50 with stubs for record for $75.00. These
coupons are good until used; they may be transferred but cannot
be redeemed.

{OMB Control Nos. 0651-0010 & 0651-0014]

{47 FR 41274, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR 2708,
Jan. 20, 1983, effective date Feb. 27, 1983; SOFR 31825, Aug. 6, 1985,
effective Qct. 5, 1985; 51 FR 28057, Aug. 4, 1986]

§ 1.25 Deposit accounts.

(a) For the convenience of attorneys, and the general public
in paying any fees due, in ordering services offered by the
Office, copies of records, eic. deposit accounts may be estab-
lished in the Patent and Trademark Office upon payment of the
fee for establishing a deposit account (§ 1.21(b)(1)). A mini-
mum deposit of $1,000 is required for paying any fee due orin
ordering any services offered by the Office. However, a mini-
mum deposit of $300 may be paid to establish a restricted
subscription deposit account used exclusively for subscription
order of patent copies as issued. At the end of each month, a
deposit account statement will be rendered. A remittance must
be made promptly upon receipt of the statement to cover the
value of items or services charged to the account and thusrestore
the account to its established normal deposit value. An amount
sufficient to cover all fees, services, copies, etc., requested must
always be on deposit. Charges to accounts with insufficient
funds will not be accepted. A service charge (§ 1.21(b)(2)) will
be assessed for each month that the balance at the end of the
month is below $1,000. For restricted subscription deposit
accounts, a service charge (§ 1.21(b)(3)) will be assessed for
each month that the balance at the end of the month is below
$300.

(b) Filing, issue, appeal, international-type search report,
international application processing, petition, and post-issu-
ance fees may be charged against these accounts if sufficient
funds are on deposit to cover such fees. A general authorization
tocharge all fees, or only certain fees, set forthin §§ 1.16 t0 1.18
to a deposit account containing sufficient funds may be filed in
an individual application, either for the entire pendency of the
application or with respect to a particular paper filed. An
authorization to charge to a deposit account the fee for a request
for reexamination pursuant to § 1.510 and any other fees
required in a reexamination proceeding in a patent may also be
filed with the request for reexamination. An authorization to
charge a fee to adepositaccount willnot be considered payment
of the fee on the date the authorization to charge the fee is
effective as to the particular fee to be charged unless sufficient
funds are present in the account to cover the fee.

[OMB Conrrol Nos. 0651-0010 & 0651-0014]

[49FR 553, Jan.4,1984, effective Apr. 1,1984; 47 FR 41274, Sept.
17, 1982, effective Oct. 1,1982; 50 FR 31826, Aug. 6, 1985, effective
Oct. 5, 1985]
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§ 1.26 Refunds.

(a) Money paid by actual mistake or in excess, such as a
payment not required by law, will be refunded, but a mere
change of purpose after the payment of money, as when a party
desires to withdraw an application, an appeal, or a request for
oral hearing, will not entitle a party to demand such a return.
Amounts of one dollar or less will not be returned unless
specifically demanded within a reasonable time, nor will the
payer be notified of such amount; amounts over one dollar may
be returned by check or, if requested, by credit to a deposit
account.

(b) [Reserved]

(c) If the Commissioner decides not to institute a reexami-
nation proceeding, a refund of $1,500 will be made to the
requester of the proceeding. Reexamination requesters should
indicate whether any refund should be made by check or by
credit to a deposit account.

[47 FR 41274, Sept. 17, 1982, effective Oct. 1, 1982; S0 FR 31826
Aug. 6, 1985, effective Oct. 5, 1985; para. (c), 54 FR 6893, Feb. 15,
1989, effective Apr. 17, 1989]

§ 1.27 Statement of status as small entity.

(a) Any person seeking to establish status as a small entity
(§ 1.9(f) of this part) for purposes of paying fees in an applica-
tion or a patent must file a verified statement in the application
or patent prior to or with the first fee paid as a small entity. Such
a verified statement need only be filed once in an application or
patent and remains in effect until changed.

(b) Any verified statement filed pursuant to paragraph (a) of
this section on behalf of an independent inventor mustbe signed
by the independentinventor except as provided in § 1.42,§ 1.43,
or § 1.47 of this part, and must aver that the inventor gualifies
as an independent inventor in accordance with § 1.9(c) of this
part. Where there are joint inventors in an application, each
inventor must file a verified statement establishing status as an
independent inventor in order to qualify as a small entity. Where
any rights have been assigned, granted, conveyed, or licensed,
or there is an obligation to assign, grant, convey, or license, any
rights to a small business concern, a nonprofit organization, or
any other individual, a verified statement must be filed by the
individual, the owner of the small business concern, or an
official of the small business concern or nonprofit organization
empowered to act on behalf of the small business concern or
nonprofit organization averring to their status. For purposes of
a verified statement under this paragraph, a license to a Federal
agency resulting from a funding agreement with that agency
pursuant to 35 U.S.C. 202(c)(4) does not constitute a license as
set forth in § 1.9 of this part.

(c) Any verified statement filed pursuant to paragraph (a) of
this section on behalf of a small business concern must (1) be
signed by the owner or an official of the small business concern
empowered to act on behalf of the concern; (2) aver that the
concern qualifies as a small business concern as defined in §
1.9(d); and (3) aver that exclusive rights to the invention have
been conveyed to and remain with the small business concern,
or if the rights are not exclusive, that all other rights belong to
small entities as defined in § 1.9. Where the rights of the small
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business concern as a small entity are not exclusive, a verified
statement must also be filed by the other small entities having
rights averring to their status as such. For purposes of a verified
statement under this paragraph, a license to a Federal agency
resulting from a funding agreement with that agency pursuant (o
35U.8.C. 202(c)(4) does not constitute a license as set forth in
§ 1.9 of this part.

(d) Any verified statement filed pursuant to paragraph (a) of
this section on behalf of a nonprofit organization must (1) be
signed by an official of the nonprofit organization empowered
toactonbehalf of the organization; (2) aver that the organization
qualifies as a nonprofit organization as defined in § 1.9(e) of this
part specifying under which one of § 1.9(e)(1), (2), (3), or (4) of
this part the organization qualifies; and (3) aver that exclusive
rights to the invention have been conveyed to and remain with
the organization or if the rights are not exclusive, that all other
rights belong to small entities as defined in § 1.9 of this part.
Where the rights of the nonprofit organization as a small entity
are not exclusive, a verified statement must also be filed by the
other small entities having rights averring to their status as such.
For purposes of a verified statement under this paragraph, a
license to a Federal agency resulting from a funding agreement
with that agency pursuant to 35 U.S.C. 202(c)(4) does not
constitute a conveyance of rights as set forth in this paragraph.

[OMB Control No. 0651-0011]

47FR 40139, Sept. 10, 1982, added effective Oct. 1, 1982; para. (c)
added, 47 FR 43276, Sept. 30, 1982; paras. (b), (c), & (d), 49 FR 553,
Jan. 4, 1984, effective Apr. 1, 1984]

§ 1.28 Effect on fees of failure to establish status, or
change status, as a small entity.

(a) The failure to establish status as a small entity (§§ 1.9()
and 1.27 of this part) in any application or patent prior to paying,
or at the time of paying, any fee precludes payment of the fee in
the amount established for small entities. A refund pursuant to
§ 1.26 of this part based on establishment of small entity status,
of a portion of fees timely paid in full prior to establishing status
as a small entity may only be obtained if a verified statement
under § 1.27 and a request for a refund of the excess amount are
filed within two months of the date of the timely payment of the
full fee. The two month time period is not extendable under §
1.136. Status as a small entity is waived for any fee by the failure
to establish the status prior to paying, at the time of paying, or
within two months of the date of payment of, the fee. Status as
a small entity must be specifically established by a verified
statement filed in each application or patent in which the status
is available and desired, except those applications filed under §
1.60 or § 1.62 of this part where the status as a small entity has
beenestablished in a parent application and is still proper. Once
status as a small entity has been established in an application or
patent, the status remains in that application or patent without
the filing of a further verified statement pursuant to § 1.27 of this
part unless the Office is notified of a change in status. Status as
a small entity in one application or patent does not affect any
other application or patent, including applications or patents
which are directly or indirectly dependent upon the application
or patent in which the status has been established, except those
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filed under § 1.60 or § 1.62 of this part. Applications filed under
§ 1.600r § 1.62 of this part must include areference to a verified
statement in a parent application if status as a small entity is still
proper and desired.

(b) Once status as a small entity has been established in an
application or patent, fees as a small entity may thereafter be
paid in that application or patent without regard to a change in
status until the issue fee is due or any maintenance fee is due.
Notification of any change in status resulting in loss of entitle-
ment to small cntity status must be filed in the application or
patent prior to paying, or at the time of paying, the earliest of the
issue fee or any maintenance fee due after the date on which
status as a small entity is no longer appropriate pursuantto § 1.9
of this part. The notification of change in status may be signed
by the applicant, any person authorized to sign on behalf of the
assignee, or an attorney or agent of record or acting in a
representative capacity pursuant to § 1.34(a) of this part.

(c) If status as a small entity is established in good faith, and
fees as a small entity are paid in good faith, in any application
or patent, and it is later discovered that such status as a small
entity was established in error or that through error the Office
was not notified of a change in status as required by paragraph
(b) of this section, the error will be excused (1) if any deficiency
betweeg the amount paid and the amountdue is paid within three
months after the date the error occurred or (2) if any deficiency
between the amount paid and the amount due is paid more than
three months after the date the error occurred and the payment
isaccompanied by a verified statement explaining how the error
in good faith occurred and how and when it was discovered.

(d){1) Any attempt to fraudulently (i) establish status as a
small entity or (ii) pay fees as a small entity shall be considered
as a fraud practiced or attempted on the Office,

(2) Improperly and through gross negligence (i) establish-
ing status as a small entity or (ii) paying fees as a small entity
shall be considered as a fraud practiced or attempted on the
Office. See §§ 1.56(d) and 1.555 of this part.

[47 FR 40140, Sept. 10, 1982, added effective Oct. 1, 1982; para.
(2), 49 FR 553, Jan. 4, 1984, effective Apr. 1, 1984]

Subpart B - National Processing Provisions

PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEY OR AGENT

§ 1.31 Applicants may be represented by a registered
attorney or agent.

An applicant for patent may file and prosecute his or her
own case, or he or she may be represented by a registered
attorney, registered agent, or other individual authorized to
practice before the Patentand Trademark Office in patent cases.
Sce §§ 10.6 and 10.9 of this subchapter. The Patent and Trade-
mark Office cannot aid in the selection of a registered attorney
or agent.

[OMB Control No. 0651-0011)
[50 FR 5171, Feb. 6,1985, effective Mar. 8, 1985]
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§ 1.32 Prosecution by assignee.

The assignee of record of the entire interest in an application
for patent is entitled to conduct the prosecution of the applica-
tion to the exclusion of the inventor.

§ 1.33 Correspondence respecting patent applications,
reexamination proceedings, and other proceedings.

(a) The residence and post office address of the applicant
must appear in the oath or declaration if not stated elsewhere in
the application. The applicant may also specify and an attomey
or agent of record may specify a correspondence address to
which communications about the application are to be directed.
All notices, official letters, and other communications in the
case will be directed to the correspondence address or, if no such
correspondence address is specified, to an attorney or agent of
record (see § 1.34(b)), or, if no attorney or agent is of record, to
the applicant, or to any assignee of record of the entire interest
if the applicant or such assignee so requests, or to an assignee of
an undivided part if the applicant so requests, at the post office
address of which the Office has been notified in the case.
Amendments and other papers filed in the application must be
signed: (1) By the applicant, or (2) if there is an assignee of
record of an undivided part interest, by the applicant and such
assignee, or (3) if there is an assignee of record of the entire
interest, by such assignee, or (4) by an attorney or agent of
record, or (5) by aregistered attorney or agent not of record who
acts in a representative capacity under the provisions of §
1.34(a). Double correspondence with an applicant and his
attorney or agent, or with more than one attorney or agent, will
not be undertaken. If more than one attorney or agent be made
of record and a correspondence address has not been specified,
correspondence will be held with the one last made of record.

(b) An applicant who has not made of record a registered
attorney or agent may be required to state whether he received
assistance in the preparation or prosecution of his application,
for which any compensation or consideration was given or
charged, and if so, to disclose the name or names of the person
or persons providing such assistance. This includes the prepara-
tion for the applicant of the specification and amendments or
other papers to be filed in the Patent and Trademark Office, as
well as other assistance in such matters, but does not include
merely making drawings by draftsmen or stenographic services
in typing papers.

(c) All notices, official letters, and other communications
for the patent owner or owners in a reexamination proceeding
will be directed to the attorney or agent of record (see § 1.34(b))
in the patent file at the address listed on the register of patent
atterneys and agents maintained pursuant to §§ 10.5 and 10.11
or, if no attomney or agent is of record, to the patent owner or
owners at the address or addresses of record. Amendments and
other papers filed in a reexamination proceeding on behalf of the
patent owner must be signed by the patent owner, or if there is
more than one owner by all the owners, or by an attorney or
agent of record in the patent file, or by a registered attorney or
agent not of record who acts in a representative capacity under
the provisions of § 1.34(a). Double correspondence with the
patent owner or owners and the patent owner’s attorney or
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agent, or with more than one attorney or agent, will not be
undertaken. If more than one attorney or agent is of record and
a correspondence address has not been specified, correspon-
dence will be held with the last attorney or agent made of record.

(d) A “correspondence address™ or change thereto may be
filed with the Patent and Trademark Office during the enforce-
able life of the patent. The “correspondence address” will be
used in any correspondence relating to maintenance fees unless
aseparate “fee address™ has been specified. See § 1.363 for “fee
address” used solely for maintenance fee purposes.

[OMB Control No. 0651-0010 & 0651-0013]

[36 FR 12617, July 2, 1971;46 FR 29181, May 29, 1981; para. (d)
added, 49 FR 34724, Aug. 31, 1984, effective Nov. 1, 1984; para. (c),
50 FR 5171, Feb. 6, 1985, effective Mar. 8, 1985]

§ 1.34 Recognition for representation.

(a) When aregistered attorney or agent acting in arepresen-
fative capacity appears in person Or signs a paper in practice
before the Patent and Trademark Office in a patent case, his or
her personal appearance or signature shall constitute arepresen-
tation to the Patent and Trademark Office that under the provi-
sions of this Subchapter and the law, he or she is authorized to
represent the particular party in whose behalf he or she acts. In
filing such a paper, the registered attorney or agent should
specify his or her registration number with his or her signature.
Further proof of authority to actin arepresentative capacity may
be required.

(b) When an attorney or agent shall have filed his or her
power of attorney, or authorization, duly executed by the person
or persons entitled to prosecute an application or a patent
involved in areexamination proceeding, he or she is a principal
attorney of record in the case. A principal attorney or agent, so
appointed, may appoint an associate attorney or agent who shall
also then be of record.

[OMB Control No. 0651-0011]

[46 FR 29181, May 29, 1981; para. (a), 50 FR 5171, Feb. 6, 1985,
effective Mar. 6, 1985]

§ 1.36 Revocation of power of attorney or authorization;
withdrawal of attorney or agent.

A power of attorney or authorization of agent may be
revoked at any stage in the proceedings of acase, and an attomey
or agent may withdraw, upon application o and approval by the
Commissioner. An attorney or agent, except an associate attor-
ney or agent whose address is the same as that of the principal
attomney or agent, will be notified of the revocation of the power
of attorney or authorization, and the applicant or patent owner
will be notified of the withdrawal of the attorney or agent. An
assignment will not of itself operate as a revocation of a power
or authorization previously given, but the assignee of the entire
interest may revoke previous powers and be represented by an
attorney or agent of assignee's own selection. See § 1.613(d) for
withdrawal of an attorney or agent of record in an interference.

[OMB Control No. 0651-0011]

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985}

WHO MAY APPLY FOR A PATENT
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§ 1.41 Applicant for patent.

(a) A patent must be applied for in the name of the actual
inventor or inventors. Full names must be stated, including the
family name and at least one given name without abbreviation
together with any other given name or initial.

(b) Unless the contrary is indicated the word “applicant”
when used in these sections refers to the inventor or joint
inventors who are applying for a patent, or to the person
mentioned in §§ 1.42, 1.43 or 1.47 who is applying for a patent
in place of the inventor.

(c) Any person authorized by the applicant may file an
application for patent on behalf of the inventor or inventors, but
an oath or declaration for the application (§ 1.63) can only be
made in accordance with § 1.64.

(d) A showing may be required from the person filing the
application that the filing was authorized where such authoriza-

tion comes into question.
[48 FR 2708, Jan. 20, 1983; 48 FR 4285, Jan. 31, 1983]

§ 1.42 When the inventor is dead.

In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased inventor may
make the necessary oath or declaration, and apply for and obtain
the patent. Where the inventor dies during the time intervening
between the filing of the application and the granting of a patent
thereon, the letters patent may be issued to the legal representa-
tive upon proper intervention.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.43 When the inventor is insane or legally
incapacitated.
In case an inventor is insane or otherwise legally incapaci-
tated, the legal representative (guardian, conservator, etc.) of
such inventor may make the necessary oath or declaration, and

apply for and obtain the patent.
[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.44 Proof of authority.

In the cases mentioned in §§ 1.42 and 1.43, proof of the
power or authority of the legal representative must be recorded
in the Patent and Trademark Office or filed in the application
before the grant of a patent.

§ 1.45 Joint inventors.

(a) Joint inventors must apply for a patent jointly and each
must make the required oath or declaration; neither of them
alone, nor less than the entire number, can apply for a patent for
an invention invented by them jointly, except as provided in §
147.

(b) Inventors may apply for a patent jointly even though

(1) They did not physically work together or at the same
time,

(2) Each inventor did not make the same amount of contri-
bution, or

(3) Each inventor did not make a contribution to the subject
matter of every claim of the application.

(¢) If multiple inventors are named in an application, each
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named inventor must have made a contribution, individually or
jointly, to the subject matter of at least one claim of the
application and the application will be considered to be a joint
application under 35 US.C. 116,

[Paras. (b) & (c), 47 FR 41274, Sept. 17, 1982, effective Oct. 1,
1982; 48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; S0FR 9379,
Mar. 7, 1985, effective May 8, 1985]

§ 1.46 Assigned inventions and patents.

In case the whole or a part interest in the invention or in the
patent to be issued is assigned, the application must still be made
or authorized to be made, and an oath or declaration signed, by
the inventor or one of the persons mentioned in §§ 1.42, 1.43, or
1.47. However, the patent may be issued to the assignee or
jointly to the inventor and the assignee as provided in § 1.334.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.47 Filing when an inventor refuses to sign or cannot
be reached.

(a) If a joint inventor refuses to join in an application for
patent or cannot be found or reached after diligent effort, the ap-
plication may be made by the other inventor on behalf of himself
or herself and the omitted inventor. The oath or declaration in
such an.application must be accompanied by a petition includ-
ing proof of the pertinent facts and by the required fee (§ 1.17(h))
and must state the last known address of the omitted inventor.
The Patent and Trademark Office shall forward notice of the
filing of the application to the omitted inventor at said address.
Should such notice be returned to the Office undelivered, or
should the address of the omitted inventor be unknown, notice
of the filing of the application shall be published in the Official
Gazette. The omitted inventor may subsequently join in the
application on filing an oath or declaration of the character
required by § 1.63. A paient may be granted to the inventor
making the application, upon a showing satisfactory to the
Commissioner, subject to the same rights which the omitted
inventor would have had if he or she had been joined.

(b) Whenever an inventor refuses to execute an application
for patent, or cannot be found or reached after diligent effort, a
person to whom the inventor has assigned or agreed in writing
to assign the invention or who otherwise shows sufficient
proprietary interest in the matter justifying such action may
make application for patent on behalf of and as agent for the
inventor. The oath or declaration in such an application must be
accompanied by a petition including proof of the pertinent facts
and a showing that such actionis necessary to preserve the rights
of the partics or to prevent irreparable damage, and by the
required fee (§ 1.17(h)) and must state the last known address of
the inventor. The assignment, written agreement to assign or
otherevidence of proprietary interest, or a verified copy thereof,
must be filed in the Patent and Trademark Office. The Office
shall forward notice of the filing of the application to the
inventor at the address stated in the application. Should such
notice be returned to the Office undelivered, or should the
address of the inventor be unknown, notice of the filing of the
applicgtion shall be published in the Official Gazette. The
inventor may subsequently join in the application on filing an
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oath or declaration of the character required by § 1.63. A patent
may be granted to the inventor upon a showing satisfactory o
the Commissioner.

[47 FR 41275, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR 2709,
Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.48 Correction of inventorship.

(a) If the correct inventor or inventors are not named in an
application for patent through error without any deceptive
intention on the part of the actual inventor or inventors, the
application may be amended to name only the actual inventor or
inventors. Such amendment must be diligently made and must
be accompanied by (a) a petition including a statement of facts
verified by the original named inventor or inventors establish-
ing when the error without deceptive intention was discovered
and how it occurred; (b) an oath or declaration by each aciual
inventor or inventors as required by § 1.63; (¢) the fee set forth
in § 1.17(h); and (d) the written consent of any assignee. When
the application is involved in an interference, the petition shail
comply with the requirements of this section and shall be
accompanied by a motion under § 1.634.

(b) If the correct inventors are named in the application when
filed and the prosecution of the application results in the
amendment or cancellation of claims so that less than all of the
originally named inventors are the actual inventors of the
invention being claimed in the application, an amendment shall
be filed deleting the names of the person or persons who are not
inventors of the invention being claimed. The amendment must
be diligently made and shall be accompanied by:

(1) A petitionincluding a statement identifying each named
inventor who is being deleted and acknowledging that the
inventor’s invention is no longer being claimed in the applica-
tion, and

(2) The fee set forth in § 1.17(h).

(c) If an application discloses unclaimed subject matter by
an inventor or inventors not named in the application, the appli-
cation may be amended pursuant to paragraph (a) of this section
to add claims to the subject matter and name the correct
inventors for the application.

[OMB Control No. 0651-0018]

[48 FR 270-9, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 48415,
Dec. 12, 1984, effective Feb. 11, 1985; 50 FR 9379, Mar. 7, 1985,
effective May 8, 1985]

THE APPLICATION

§ 1.51 General requisites of an application.

(a) Applications for patents must be made to the Commis-
sioner of Patents and Trademarks, A complete application
comprises:

(1) A specification, including a claim or claims, see §§ 1.71
to 1.77.

(2) An oath or declaration, see §§ 1.63 and 1.68

(3) Drawings, when necessary, see §§ 1.81 to 1.88.

(4) The prescribed filing fee, see § 1.16.

(b) Applicants are encouraged to file an information disclo-
sure statement, See §§ 1.97 through 1.99.
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(c) Applicants may desire and are permitted to file with, or
in, the application an authorization to charge, at any time during
the pendency of the application, any fees required under any of
§8 1.16 to 1.18 to a deposit account established and maintained

in accordance with § 1.25.
[42FR 5593, Jan. 28, 1977; paras. (a) & (c), 47 FR 41275, Sept. 17,
1982, effective Oct. 1, 1982; paras (a) & (b), 48 FR 2709, Jan. 20, 1963,

effective Feb. 27, 1983]

§ 1.52 Language, paper, writing, margins.

(a) The application, any amendments or corrections thereto,
and the oath or declaration must be in the English language
exceptas provided forin § 1.69 and paragraph (d) of this section,
or be accompanied by a verified translation of the application
and a translation of any corrections or amendments into the
English language. All papers which are to become a part of the
permanent records of the Patent and Trademark Office must be
legibly written, typed, or printed in permanent ink or its equiva-
lent in quality. All of the application papers must be presented
in a form having sufficient clarity and contrast between the
paper and the writing, typing, or printing thereon to permit the
direct reproduction of readily legible copies in any number by
use of photographic, electrostatic, photo-offset, and microfilm-
ing processes. If the papers are not of the required quality,
substitute typewritten or printed papers of suitable quality may
be required.

(b) The application papers (specification, including claims,
abstract, oath or declaration, and papers as provided for in §§
1.42,1.43, 1.47, etc.) and also papers subsequently filed, must
be plainly written on but one side of the paper. The size of all
sheets of paper should be 8 to 8 1/2by 10 1/2 to 13 inches (20.3
10 21.6 cm. by 26.6 to0 33.0 cm.). A margin of at least approxi-
mately one inch (2.5 cm.) must be reserved on the left-hand of
each page. The top of each page of the application, including
claims must have a margin of at least approximately 3/4 inch
(2 cm.). The lines must not be crowded too closely together;
typewritten lines should be 1 1/2 or double spaced. The pages
of the application including claims and abstract should be
numbered consecutively, starting with 1, the numbers being
centrally located above or preferably, below, the text.

(c) Any interlineation, erasure, or cancellation or other al-
teration of the application papers filed must be made before the
signing of any accompanying oath or declaration pursuant to §
1.63 referring to those application papers and should be dated
and initialed or signed by the applicant on the same sheet of
paper. No such alterations in the application papers are permis-
sible after the signing of an oath or declaration referring to those
application papers (§ 1.56(c)). After the signing of the oath or
declaration referring to the application papers, amendments
may only bemadein the manner provided by §§ 1.121 and 1.123
through 1.125.

(d) An application may be filed in a language other than
English. A verified English translation of the non-English-
language application and the fee set forth in § 1.17(k) are
required to be filed with the application or within such time as
may be set by the Office.

[OMB Control No. 0651-0011]
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{43 FR 20462, May 11, 1978, payas. (a) & (d), 47 FR 41273, Sep.
17, 1982, effective Oc¢t. 1, 1982; para. (c), 48 FR 2709. Jan. 20, 1983,
effective Feb, 27, 1983; par. (d), 49 FR 554, Jan. 4, 1984, effective Apr,
1, 1984}

§ 1.53 Serial number, filing date, and completion of
application.

(a) Any application for a patent received in the Patent and
Trademark Office will be assigned a serial number for identifi-
cation purposes.

(b) The filing date of an application for patent is the date on
which: (1) a specification containing a description pursuant to
§ 1.71 and at least one claim pursuant to § 1.75; and (2) any
drawing required by § 1.81(a), are filed in the Patent and
Trademark Office in the name of the actual inventor or inventors
asrequired by § 1.41. No new matter may be introduced into an
application after its filing date (§ 1.118).

(c) If any application is filed without the specification or
drawing required by paragraph (b) of this section, applicant will
be sonotified and given atime period within whichtosubmit the
omitted specification or drawing in order to obtain a filing date
as of the date of filing of such submission. A copy of the "Notice
of Incomplete Application” form notifying the applicant should
accompany any response thereto submitted to the Office. If the
omission is not corrected within the time period set, the appli-
cation will be returned or otherwise disposed of; the fee, if
submitted, will be refunded less a $15.00 handling fee.

(d) If an application which has been accorded a filing date
pursuant to paragraph (b) of this section does not include the
appropriate filing fee or an oath or declaration by the applicant,
applicant will be so notified, if a correspondence address has
been provided and givena period of time within which tofile the
fee, oath, or declaration and to pay the surcharge as set forth in
§ 1.16(e) in order to prevent abandonment of the application. A
copy of the "Notice to File Missing Paris" form mailed to
applicant should accompany any response thereto submitted to
the Office. If the required filing fee is not timely paid, or if the
processing and retention fee set forth in § 1.21(1) is not paid
within one year of the date of mailing of the notification required
by this paragraph, the application will be disposed of. No copies
will be provided or certified by the Office of an application
which has been disposed of or in which neither the required
basic filing fee nor the processing and retention fee has been
paid. The notification pursuant to this paragraph may be made
simultaneously with any notification pursuant to paragraph (c)
of this section. If no correspondence address is included in the
application, applicant has two months from the filing date to file
the basic filing fee, oath or declaration and to pay the surcharge
as set forth in § 1.16(e) in order to prevent abandonment of the
application; or, if nobasic filing fee has been paid, one year from
the filing date to pay the processing and retention fee set forth
in § 1.21(1) to prevent disposal of the application.

(e) An application for a patent will not be placed upon the
files for examination until all its required parts, complying with
the rules relating thereto, are received, except that certain minor
informalities may be waived subject to subsequent correction
whenever required.
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(f) The filing date of an international application designating
the United States of America shall be treated as the filing date
in the United States of America under PCT Ariicle 11(3), except
as provided in 35 U.S.C. 102(e).

{48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; paras. (b) &
(d), 49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984; para. (c), SO FR
31826, Aug. 6, 1985, effective QOct. §, 1985; parss. (c) & (d), S3FR
47808, Nov. 28, 1988, effective Jan. 1, 1989]

§ 1.54 Parts of application to be filed together; filing
receipt.

(a) Itis desirable that all parts of the complete application be
deposited in the Office together; otherwise a letter must accom-
pany each part, accurately and clearly connecting it with the
other parts of the application. See § 1.53 with regard to comple-
tion of an application.

(b) Applicant will be informed of the application serial num-
ber and filing date by a filing receipt.

{48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.55 Claim for foreign priority.

(a) An applicant may claim the benefit of the filing date of
a prior foreign application under the conditions specified in 35
U.S.C. 119and § 172. The claim to priority need be in no special
form and may be made by the attorney or agent if the foreign
application is referred to in the oath or declaration asrequired by
§ 1.63. The claim for priority and the certified copy of the
foreign application specified in the second paragraph of 35
U.S.C. 119 must be filed in the case of interference (§ 1.630);
when pecessary to overcome the date of a reference relied upon
by the examiner; or when specifically required by the examiner;
and in all other cases they must be filed not later than the date the
issue fee is paid. If the papers filed are not in the English
language, a translation need not be filed except in the three
particular instances specified in the preceding sentence, in
which event a sworn translation or a translation certified as
accurate by a sworn or official translator must be filed. If the
priority papers are submitted after the date the issue fee is paid,
they must be accompanied by a petition requesting their entry
and the fee set forth in § 1.17(1)(1).

(b) An applicant may under certain circumstances claim
priority on the basis of an application for an inventor’s certifi-
cate in a country granting both inventor’s certificates and
patents. When an applicant wishes to claim the right of priority
as to a claim or claims of the application on the basis of an
application for an inventor’s certificate in such a country under
35 U.S.C. 119, last paragraph (as amended July 28, 1972), the
applicant or his or her attorney or agent, when submitting a
claim for such right as specified in paragraph (a) of this section,
shall include an affidavit or declaration including a specific
statement that, upon an investigation, he or she has satisfied
himself or herself that to the best of his or her knowledge the
applicant, when filing his or her application for the inventor’s
certificate, had the option to file an application either for apatent
or an-.inventor’s certificate as to the subject matter of the
identified claim or claims forming the basis for the claim of
priorityt
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[Para. (b), 48 FR 41275, Seps. 17, 1982, effective Oct, 1 1982; 48
FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; par. (b), 49 FR 554,
Ian. 4, 1984, effective Apr. 1, 1984; para. (a), 49 FR 48416, Dec, 12,
1984, effective Feb. 11, 1985; para. (a), 54 FR 6893, Feb. 15, 1989, 54
FR 9432, March 7, 1989, effective Apr. 17, 1988)

§ 1.56 Duty of disclosure; fraud; striking or rejection
of applications.

(a) A duty of candor and good faith toward the Patent and
Trademark Office rests on the inventor, on each attorney or
agent who prepares or prosecutes the application and on every
other individual who is substantively involved in the prepara-
tion or prosecution of the application and who is associated with
the inventor, with the assignee or with anyone to whom there is
an obligation to assign the application. All such individuals
have a duty to disclose to the Office information they are aware
of which is material to the examination of the application. Such
information is material where there is a substantial likelihood
that a reasonable examiner would consider it important in
deciding whether to allow the application to issue as a patent.
The duty is commensurate with the degree of involvement in the
preparation or prosecution of the application.

(b) Disclosures pursuant to this section must be accompa-
nied by a copy of each foreign patentdocument, non-patent pub-
lication, or other non-patent item of information in written form
which is being disclosed or by a statement that the copy is not
in the possession of the person making the disclosure and may
be made to the Office through an attorney or agent having re-
sponsibility for the preparation or prosecution of the application
or through an inventor who is acting in his or her own behalf.
Disclosure to such an attorney, agent, or inventor shall satisfy
the duty, with respect to the information disclosed, of any other
individual. Such an attorney, agent or inventor has no duty to
transmit information which is not material to the examination of
the application.

(c) Any application may be stricken from the files if:

(1) An oath or declaration pursuant to § 1.63 is signed in
blank;

(2) An oath or declaration pursuant to § 1.63 is signed
without review thereof by the person making the oath or
declaration;

(3) An oath or declaration pursuant to § 1.63 is signed
without review of the specification, including the claims, as
required by § 1.63(b); or

(4) The application papers filed in the Office are altered
after the signing of an oath or declaration pursuant to § 1.63
referring to those application papers.

(d) No patent will be granted on an application in connection
with which fraud on the Office was practiced or attempted or the
duty of disclosure was violated through bad faith or gross
negligence. The claims in an application shall be rejected if
upon examination pursuant to 35 U.S.C. 131 and 132, it is
established by clear and convincing evidence (1) that any fraud
was practiced or attempted on the Office in connection with the
application, or in connection with any previous application
upon which the application relies, or (2) that there was any
violation of the duty of disclosure through bad faith or gross

R-20

&




PATENT RULES

negligence in connection with the application, or in connection
with any previous application upon which the application relies.

(¢) The examination of an application for compliance with
paragraph (d) of this section will normally be delayed until such
time as (1) all other matters are resolved, or (2) appellant's reply
brief pursuant to § 1.193(b) has been received and the applica-
tion is otherwise prepared for consideration by the Board of
Patent Appeals and Interferences, at which time the appeal will
be suspended for examination pursuant to paragraph (d) of this
section. The prosecution of the application will be reopened to
the extent necessary to conduct the examination pursuant to
paragraph (d) of this section including any appeal pursuant to §
1.191. Ifan appeal has already been filed based on arejection on
other grounds, any further rejection under this section shall be
treated in accordance with § 1.193(c).

(f) Any member of the public may seek to have an applica-
tion stricken from the files pursuant to paragraph (c) of this
section by filing a timely petition to strike the application from
the files. Any such timely petition and any accompanying
papers will be entered in the application file if the petition and
accompanying papers (1) specifically identify the application to
which the petition is directed, and (2) are either served upon the
applicant in accordance with § 1.248, or filed with the Office in
duplicate in the event service is not possible. Any such petition
filed by anattorney or agent must be in compliance with § 10.18.

(g) A petition to strike an application from the files submit-
ted in accordance with the second sentence of paragraph (f) of
this section will be considered by the Office. An acknowledg-
ment of the entry of such a petition in a reissue application file
will be sent to the member of the public filing the petition. A
member of the public filing such a petition in an application for
an original patent will not receive any communications from the
Office relating to the petition, other than the return of a self-
addressed postcard which the member of the public may include
with the petition in order to receive an acknowledgement by the
Office that the petition has been received. The Office will
communicate with the applicant regarding any such petition
entered in the application file and may require the applicant to
respond to the Office on matters raised by the petition. The
active participation of the member of the public filing a petition
pursuant to paragraph (f) of this section ends with the filing of

,the petition and no further submission on behalf of the petitioner

will be acknowledged or considered unless such submission
raises new issues which could not have been carlier presented,
and thereby constitutes a new petition.

(h) Any member of the public may seek to have the claims
in an application rejected pursuant to paragraph (d) of this
section by filing a timely protest in accordance with § 1.291.
Any such protest filed by an attorney or agent must be in
compliance with § 10.18.

(i) The Office may require applicant to supply information
pursuant t¢ paragraph (a) of this section in order for the Office
to decide any issues relating to paragraphs (c) and (d) of this
section which are raised by a petition or a protest, or are
otherwise discovered by the Office.

(§) If any disclosure pursuant to this section does not include
acopy of each foreign patent document, non-patent publication,
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or other non-patent item of information in written form which is
being disclosed or a statement that a copy thereof is not in the
possession of the person making the disclosure, applicant will
be so notified and given a period of time within which to file the
copy or a statement that a copy is not in the possession of the
person making the disclosure. The time period set may be
extended under § 1.136.

[OMB Conirol No. 0651-0011]

[42FR 5593, Jan. 28, 1977; paras. (d) & (e) - (i), 47 FR 21751, May
19, 1982, effective July 1, 1982; para. (c), 48 FR 2710, Jan. 20, 1983,
effective Feb. 27, 1983; paras. (b) & (§), 49 FR 554, Jan. 4, 1984,
effective Apr. 1, 1984; paras. (d) & (h), 50 FR 5171, Feb. 6, 1985,
effective Mar. 8, 1985; para. (e), 33 FR 47808, Nov. 28, 1988, effective
Jan. 1, 1989]

§ 1.57 [Reserved]
[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.58 Chemical and mathematical formulas and tables.

(a) The specification, including the claims, may contain
chemical and mathematical formulas, but shall not contain
drawings or flow diagrams. The description portion of the
specification may contain tables; claims may contain tables
either if necessary to conform to 35 U.S.C. 112 or if otherwise
found to be desirable.

(b) All tables and chemical and mathematical formulas in
the specification, including claims, and amendments thereto,
must be on paper which is flexible, strong, white, smooth,
nonshiny, and durable in order to permit use as camera copy
when printing any patent which may issue. A good grade of
bond paper is acceptable; watermarks should not be prominent.
India ink or its equivalent, or solid black typewriter, should be
used to secure perfectly black solid lines.

(¢) To facilitate camera copying when printing, the width of
formulas and tables as presented should be limited normally to
5 inches (12.7 cm.) so that it may appear as a single column in
the printed patent. If it is not possible to limit the width of a
formula or table to S inches (12.7 cm.), it is permissible to
present the formula or table with a maximum width of 10 3/4
inches (27.3 cm.) and to place it sideways on the sheet. Type-
written characters used in such formulas and tables must be from
a block (nonscript) type font or lettering style having capital
letters which are at least 0.08 inch (2.1 mm.) high (e.g. elite
type). Hand lettering must be neat, clean, and have a minimum
characterheight of 0.08 inch (2.1 mm.). A space atleast 1/4 inch
(6.4 mm.) high should be provided between complex formulas
and tables and the text. Tables should have the lines and columns
of data closely spaced to conserve space, consistent with high
degree of legibility.

[43 FR 20463, May 11, 1978]

§ 1.59 Papers of application with filing date not to he
returned.

Papers in an application which has received a filing date
pursuantto § 1.53 will notbe returned for any purpose whatever.
If applicants have not preserved copies of the papers, the Office
will furnish copies at the usual cost of any application in which
either the required basic filing fee (§ 1.16) or the processing and

Rev. 11, Apr. 1989



§ 1.60

retention fee (§ 1.21(1)) has been paid. See § 1.618 for return of

unauthorized and improper papers in interferences,

[48 FR 2710, Jan. 20, 1983, effective Feb, 27, 1983; 49 FR 554, Jan.
4, 1984, effective Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984,; S0 FR
23123, May 31, 1985, effective Feb. 11, 1985]

§ 1.60 Continuation or divisional application for
invention disclosed in a prior application.

(a) A continuation or divisional application (filed under the
conditions specified in 35 U.S.C. 120 or 121 and § 1.78(a)),
naming as inventors the same or less than all the inventors
named in a prior application and which discloses and claims
only subject matter disclosed in the prior application may be
filed as a separate application before the patenting or abandon-
ment of or termination of proceedings on the prior application.

(b) An applicant may omit signing of the oath or declaration
in a continuation or divisional application if (1) the prior appli-
cation was a complete application as set forth in § 1.51(a), (2)
applicant files a true copy of the prior complete application as
filed including the specification (including claims), drawings,
oath or declaration showing the signature or an indication it was
si gned,‘and any amendments referred to in the oath or declara-
tion filed to complete the prior application, and (3) the inventors
named in the continuation or divisional application are the same
or less than all the inventors named in the prior application. The
copy of the prior application must be accompanied by a state-
ment that the application papers filed are a true copy of the prior
application and that no amendments referred to in the oath or
declaration filed to complete the prior application introduced
new matter therein. Such statement must be by the applicant or
applicant’s attorney or agent and must be a verified statement if
made by a person not registered to practice before the Patentand
Trademark Office. Only amendments reducing the number of
claims or adding a reference to the prior application (§ 1.78(a))
will be entered before calculating the filing fee and granting the
filing date. If the continuation or divisional application is filed
by less than all the inventors named in the prior application a
statement must accompany the application when filed request-
ing deletion of the names of the person or persons who are not
inventors of the invention being claimed in the continuation or
divisional application.

{OMB Control No. 0651-0011]

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 554, Jan.
4, 1984, effective Apr. 1, 1984; S0 FR 9379, Mar. 7, 1985, effective
May 8, 1985]

§ 1.61 [Reserved]
(Editor’s note: Substance moved to § 1.494)
[52 FR 20046, May 28, 1987, effective July 1, 1987]

§ 1.62 File wrapper continuing procedure

(a) A continuation, continuation-in-part, or divisional appli-
cation, which uses the specification, drawings and oath or dec-
laration from a prior complete application (§ 1.51(a)) which is
to be abandoned, may be filed before the payment of the issue
fee, abandonment of, or termination of proceedings on the prior
applicatipn. The filing date of an application filed under this
section is the date on which a request is filed for an application
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under this section including identification of the Serial Numbeg,
filing date, and applicant’s name of the prior complete applica-
tion. If the continuation, continuation-in-part, or divisional
application is filed by less than all the inventors named in the
prior application a statement must accompany the application
when filed requesting deletion of the names of the person or
persons who are not inventors of the invention being claimed in
the continuation, continuation-in-part, or divisional applica-
tion. A

(b) The filing fee for a continuation, continuation-in-part, or
divisional application under this section is based on the number
of claims remaining in the application after entry of any prelimi-
nary amendment and entry of any amendments under § 1.116
unentered in the prior application which applicant hasrequested
to be entered in the continuing application.

(c) In the case of a continuation-in-part application which
adds and claims additional disclosure by amendment, an oath or
declaration as required by § 1.63 must also be filed. In those
situations where a new oath or declaration is required due to
additional subject matter being claimed, additional inventors
may be named in the continuing application. In a continuation
or divisional application which discloses and claims only sub-
Jjectmatter disclosed in a prior application, no additional oath or
declaration is required and the application must name as inven-
tors the same or less than all the inventors named in the prior
application.

(d) If an application which has been accorded a filing date
pursuant to paragraph (a) of this section does not include the
appropriate basic filing fee pursuant to paragraph (b) of this
section, or an oath or declaration by the applicant in the case of
a continuation-in-part application pursuant to paragraph (c) of
this section, applicant will be so notified and given a period of
time within which to file the fee, oath, or declaration and to pay
the surcharge as set forth in § 1.16(e) in order to prevent
abandonment of the application. The notification pursuant to
this paragraph may be made simultaneously with any notifica-
tion of a defect pursuant to paragraph (a) of this section.

(e) An application filed under this section will utilize the file
wrapper and contents of the prior application to constitute the
new continuation, continuation-in-part, or divisional applica-
tion but will be assigned a new application serial number.

(f) The filing of an application under this section will be
construed to include a waiver of secrecy by the applicant under
35U.S.C. 122 to the extent that any member of the public who
is entitled under the provisions of 37 CFR 1.14 to access to, or
information concerning either the prior application or any
continuing application filed under the provisions of this section
may be given similar access to, or similar information concern-
ing, the other application(s) in the file wrapper.

(g) The filing of a request for a continuing application under
this section will be considered to be a request to expressly
abandon the prior application as of the filing date granted the
continuing application.

(h) The applicant is urged to furnish the following informa-
tion relating to the prior and continuing applications to the best
of his or her ability:

(1) Title as originally filed and as last amended;
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(2) Name of applicant as originally filed and as last
amended;

(3) Current correspondence address of applicant;

(4) Identification of prior foreign application and any pri-
ority claim under 35 U.S.C. 119.

(5) The title of the invention and names of applicants to be
named in the continuing application.

(i) Envelopes containing only application papers and fees
for filing under this section should be marked “Box FWC”.

[OMB Control No. 0651-0011}

[47 FR 47244, Oct. 25, 1982, added effective Feb. 27, 1983; 48 FR
2710, Jan. 20, 1983, effective date Feb. 27, 1983; paras. (a) & (d), 49
FR 555,Jan. 4, 1984, effective Apr. 1, 1984; paras. (a), () & (h), SOFR
9380, Mar. 7, 1985, effective May 8, 1985}

OATH OR DECLARATION

§ 1.63 Oath or declaration.

(a) An oath or declaration filed under § 1.51(a)(2) as a part
of an application must:

(1) Be executed in accordance with either § 1.66 or § 1.68;

(2) Identify the specification to which it is directed;

(3) Identify each inventor and the residence and country of
citizenship of each inventor; and

(4) State whether the inventor is a sole or joint inventor of
the invention claimed.

(b) In addition to meeting the requirements of paragraph (a),
the oath or declaration must state that the person making the oath
or declaration:

(1) Hasreviewed and understands the contents of the speci-
fication, including the claims, as amended by any amendment
specifically referred to in the oath or declaration;

(2) Believes the named inventor or inventors {o be the
original and first inventor or inventors of the subject matter
which is claimed and for which a patent is sought; and

(3) Acknowledges the duty to disclose information which
is material to the examination of the application in accordance
with § 1.56(a).

(c) Inaddition to meeting the requirements of paragraphs (a)
and (b) of this section, the oath or declaration in any application
in which a claim for foreign priority is made pursuant to § 1.55
must identify the foreign application for patent or inventor’s
certificate on which priority is claimed, and any foreign appli-
cation having a filing date before that of the application on
which priority isclaimed, by specifying the application number,
country, day, month and year of its filing,

(d) In any continuation-in-part application filed under the
conditions specified in 35 U.S.C. 120 which discloses and
claims subject matter in addition to that disclosed in the prior
copending application, the oath or declaration must also state
that the person making the oath or declaration acknowledges the
duty to disclose material information as defined in § 1.56(a)
which occurred between the filing date of the prior application
and the national or PCT international filing date of the continu-
ation-in-part application.

[OMB Control No. 0651-0011]

[48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983; 48 FR
4285, Jan, 31, 1983]
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§ 1.64 Person making cath or declaration.

(a) The oath or declaration must be made by all of the actual
inventors except as provided for in §§ 1.42, 1.43, or 1.47.

(b) If the person making the oath or declaration is not the
inventor (8§ 1.42, 1.43, or 1.47), the oath or declaration shall
state the relationship of the person to the inventor and, upon
information and belief, the facts which the inventor is required
to state.

[OMB Control No. 0651-0011}

[48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983]

§ 1.66 Officers authorized to administer oaths.

(a) The oath or affirmation may be made before any person
within the United States authorized by law to administer oaths.
An oath made in a foreign country may be made before any
diplomatic or consular officer of the United States authorized to
administer oaths, or before any officer having an official seal
and authorized to administer oaths in the foreign country in
which the applicant may be, whose authority shall be proved by
a certificate of a diplomatic or consular officer of the United
States, or by an apostille of an official designated by a foreign
country which, by treaty or convention, accords like effect to
apostilles of designated officials in the United States. The oath
shall be attested in all cases in this and other countries, by the
proper official seal of the officer before whom the oath or
affirmation is made. Such oath or affirmation shall be valid as
to execution if it complies with the laws of the State or country
where made. When the person before whom the oath or affirma-
tion is made in this country is not provided with a seal, his
official character shall be established by competentevidence, as
by a certificate from a clerk of a court of record or other proper
officer having a seal.

(b) When the oath is taken before an officer in a country
foreign to the United States, any accompanying application
papers, except the drawings, must be attached together with the
oath and aribbon passed one or more times through all the sheets
of the application, except the drawings, and the ends of said
ribbonbrought together under the seal before the latter is affixed
and impressed, or each sheet must be impressed with the official
seal of the officer before whom the oath is taken. If the papers
as filed are not properly ribboned or each sheet impressed with
the seal, the case will be accepted for examination, but before it
is allowed, duplicate papers, prepared in compliance with the
foregoing sentence, must be filed.

[OMB Control No. 0651-0011]

[47 FR 41275, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.67 Supplemental cath or declaration.

(a) A supplemental oath or declaration meeting the require-
ments of § 1.63 may be required to be filed to correct any
deficiencies or inaccuracies present in an earlier filed oath or
declaration.

(b) A supplemental oath or declaration meeting the require-
ments of § 1.63 must be filed: (1) When a claim is presented for
matter originally shown or described but not substantially
embraced in the statement of invention or claims originally
presented; and (2) When an oath or declaration submitted in

Rev. 11, Apr. 1989



§ 1.68

accordance with § 1.53(d) after the filing of the specification
and any required drawings specifically and improperly refers to
an amendment which includes new matter, No new matter may
be introduced into an application after its filing date even if a
supplemental oath or declaration is filed (§ 1.53(b); § 1.118). In
proper cases the oath or declaration here required may be made
on information and belief by an applicant other than inventor.

(OMB Control No. 0651-0011]

[48 FR 2711, Jan. 20, 1983, effective Feb. 27, 1983}

§ 1.68 Declaration in lieu of oath.

Any document to be filed in the Patent and Trademark
Office and which is required by any law, rule, or other regulation
to be under oath may be subscribed to by a written declaration.
Such declaration may be used in lieu of the oath otherwise
required, if, and only if, the declarant is on the same document,
warned that willful false statements and the like are punishable
by fine or imprisonment, or both (18 U.S.C. 1001) and may
jeopardize the validity of the application or any patent issuing
thereon. The declarant must set forth in the body of the declara-
tion that all statements made of the declarant’s own knowledge
are true and that all statements made on information and belief

are believed to be true.
{OMB Control No. 0651-0011]
{49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

§ 1.69 Foreign language oaths and declarations.

(a) Whenever an individual making an oath or declaration
cannotunderstand English, the oath or declaration mustbe in a
language that such individual can understand and shall state that
such individual understands the content of any documents to
which the oath or declaration relates.

(b) Unless the text of any oath or declaration in a language
other than English is a form provided or approved by the Patent
and Trademark Office, it must be accompanied by a verified
English translation, except that in the case of an oath or decla-
ration filed under § 1.63 the translation may be filed in the Office
no later than two months from the date applicant is notified to
file the translation.

{OMB Control No. 0651-0011]

{42 FR 5594, Jan. 28, 1977; para. (b), 48 FR 2711, Jan. 20, 1983,
effective Feb. 27, 1983]

§ 1.70 [Reserved]
(Editor’s note: Substance movedto § 1.497)
{52 FR 20046, May 28, 1987, effective July 1, 1987]

SPECIFICATION

§ 1.71 Detailed description and specification of the
invention.

(a) The specification must include a written description of
the invention or discovery and of the manner and process of
making and using the same, and is required to be in such full,
clear, concise, and exact terms as to enable any person skilled in
the art of science to which the invention or discovery appertains,
or with ahich it is most nearly connected, to make and use the
same.
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(b) The specification must set forth the precise invention for
which a patent is solicited, in such manner as to distinguish it
from other inventions and from what is old. It must describe
completely a specific embodiment of the process, machine,
manufacture, composition of matter or improvement invented,
and must explain the mode of operation or principle whenever
applicable. The best mode contemplated by the inventor of
carrying out his invention must be set forth.

(c) In the case of an improvement, the specification must
particularly point out the part or parts of the process, machine,
manufacture, or composition of matter to which the improve-
ment relates, and the description should be confined to the
specific improvement and to such parts as necessarily cooperate
with it or as may be necessary to a complete understanding or
description of it.

(d) A copyright or mask work notice may be placed in a
design or utility patent application adjacent to copyright and
mask work material contained therein. The notice may appear at
any appropriate portion of the patent application disclosure. For
notices in drawings, see § 1.84(0). The content of the notice
must be limited to only those elements required by law. For
example, "©1983 John Doe"(17 U.S.C. 401) and "*M* John
Doe" (17 U.S.C. 909) would be properly limited and, under
current statutes, legally sufficient notices of copyright and mask
work, respectively. Inclusion of a copyright or mask work
notice will be permitted only if the authorization language set
forth in paragraph (e) of this section is included at the beginning
(preferably as the first paragraph) of the specification.

(e) The authorization shall read as follows:

A portion of the disclosure of this patent document con-
tains material which is subject to {copyright or mask work}
protection. The {copyright or mask work} owner has no objec-
tion to the facsimile reproduction by anyone of the patent
document or the patent disclosure, as it appears in the Patent and
Trademark Office patent file or records, but otherwise reserves
all {copyright or mask work]} rights whatsoever.

{Paras. (d) & (e), 53 FR 47808, Nov. 28, 1988, effective Jan. 1,
1989]

§ 1.72 Title and abstract.

(a) The title of the invention, which should be as short and
specific as possible, should appear as a heading on the first page
of the specification, if it does not otherwise appear at the
beginning of the application.

(b) A brief abstract of the technical disclosure in the speci-
fication must be set forth on a separate sheet, preferably follow-
ing the claims under the heading “Abstract of the Disclosure”.
The purpose of the abstract is to enable the Patent and Trade-
mark Office and the public generally to determine quickly from
a cursory inspection the nature and gist of the technical disclo-
sure. The abstract shall not be used for interpreting the scope of
the claims.

[31 FR 12922, Qct. 4, 1966; 43 FR 20464, May 11, 1978])

§ 1.73 Summary of the invention.
A brief summary of the invention indicating its nature and
substance, which may include a statement of the object of the
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invention, should precede the detailed description. Such sum-
mary should, when set forth, be commensurate with the inven-
tion as claimed and any object recited should be that of the
invention as claimed.

§ 1.74 Reference to drawings.

When there are drawings, there shall be a brief description
of the several views of the drawings and the detailed description
of the invention shall refer to the different views by specifying
the numbers of the figures, and to the different parts by use of
reference letters or numerals (preferably the latter).

§ 1.75 Claim(s).

(a) The specification must conclude with a claim particu-
larly pointing out and distincdly claiming the subject matter
which the applicant regards as his invention or discovery.

(b) More than one claim may be presented provided they
differ substantially from each other and are not unduly multi-
plied.

(c) One or more claims may be presented in dependent form,
referring back to and further limiting another claim or claims in

* the same application. Any dependent claim whichrefers to more
than one other claim (“multiple dependent claim™) shall refer to
such other claims in the alternative only. A multiple dependent

—= claim shall not serve as a basis for any other multiple dependent
claim. For fee calculation purposes under § 1.16, a multiple
dependent claim will be considered to be that number of claims
to which direct reference is made therein. For fee calculation
purposes, also, any claim depending from a multiple dependent

" claim will be considered to be that number of claims to which

direct reference is made in that muitiple dependent claim. In
addition to the other filing fees, any original application which
is filed with, or is amended to include, muitiple dependent
claims must have paid therein the fee set forth in § 1.16(d).
Claims in dependent form shall be construed to include all the
limitations of the claim incorporated by reference into the
dependentclaim. A multiple dependent claim shall be construed
to incorporate by reference all the limitations of each of the
particular claims in relation to which it is being considered.

(d)(1) The claim or claims must conform to the invention as
set forth in the remainder of the specification and the terms and
phrases used in the claims must find clear support or antecedent
basis in the description so that the meaning of the terms in the
claims may be ascertainable by reference to the description.
(See § 1.58(a).)

(2)See §§ 1.141to0 1.146 astoclaiming differentinventions
in one application.

(e) Where the nature of the case admits, as in the case of an
improvement, any independent claim should contain in the
following order, (1) a preamble comprising a general descrip-
tion of all the elements or steps of the claimed combination
which are conventional or known, (2) a phrase such as “wherein
the improvement comprises,” and (3) those elements, steps and/
or relationships which constitute that portion of the claimed

- combination which the applicant considers as the new or im-

. proved portion.
v (D) If there are several claims, they shall be numbered con-
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secutively in Arabic numerals.
(g) All dependent claims should be grouped together with
the claim or claims to which they refer to the extent possible.
[31 FR 12922, Oct. 4, 1966; 36 FR 12690, July 3, 1971; 37FR
21995, Oct. 18, 1972; 43 FR 4015, Jan. 31, 1978; para. (¢), 47 FR
41276, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.77 Arrangement of application elements.

The elements of the application should appear in the follow-
ing order:

(a) Title of the invention; or an introductory portion stating
the name, citizenship, and residence of the applicant, and the
title of the invention may be used.

(b) (Reserved).

(c) (1) Cross-reference to related applications, if any.

(2) Reference to a “microfiche appendix” if any. (See §
1.96(b)). The total number of microfiche and total number of
frames should be specified.

(d) Brief summary of the invention.

(e) Brief description of the several views of the drawing, if
there are drawings.

(f) Detailed description.

(g) Claim or claims.

(h) Abstract of the disclosure.

(i) Signed oath or declaration.

(j) Drawings.

[43 FR 20464, May 11, 1978; 46 FR 2612, Jan. 12, 1981; paras. (h)
& (1), 48 FR 2712, Jan. 20, 19883, effective Feb. 27, 1983]

§ 1.78 Claiming benefit of earlier filing date and
cross-references to other applications.

(a) An application may claim an invention disclosed in a
prior filed copending national application or international appli-
cation designating the United States of America. In order for an
application to claim the benefit of a prior copending national
application, the prior application must name as an inventor at
least one inventor named in the later filed application and
disclose the named inventor’s invention claimed in at least one
claim of the later filed application in the manner provided by the
first paragraph of 35 U.S.C. 112. In addition, the prior applica-
tion must be (1) complete as set forth in § 1.51, or (2) entitled tc
afiling date as set forthin § 1.53(b) and include the basic filing
fee set forth in § 1.16; or (3) entitled to a filing date as set forth
in § 1.53(b) and have paid therein the processing and retention
fee set forth in § 1.21(1) within the time period set forth in §
1.53(d). Any application claiming the benefit of a prior filed
copending national or international application must contain or
be amended to contain in the first sentence of the specification
following the title a reference to such prior application, identi-
fying it by serial number and filing date or international appli-
cation number and intemational filing date and indicating the
relationship of the applications. Cross-references to other
related applications may be made when appropriate. (See §
1.14(b).)

(b) Where two or more applications filed by the same appli-
cantcontain conflicting claims, elimination of such claims from
all but one application may be required in the absence of good
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and sufficient reason for their retention during pendency in
more than one application.

(c) Where two or more applications, or an application and a
patent naming different inventors and owned by the same party
contain conflicting claims, and there is no statement of record
indicating that the claimed inventions were commonly owned
or subject to an obligation of assignment to the same person at
the time the later invention was made, the assignee may be
called upon to state whether the claimed inventions were com-
monly owned or subject to an obligation of assignment to the
same person at the time the later invention was made, and if not,
indicate which named inventor is the prior inventor. In addition
to making said statement, the assignee may also explain why an
interference should or should not be declared.

(d) Where an application claims an invention which is not
patentably distinct from an invention claimed in a commonly
owned patent with the same or a different inventive entity, a
double patenting rejection will be made in the application. An
obviousness-type double patenting rejection may be obviated
by filing a terminal disclaimer in accordance with § 1.321(b).

[36 FR 7312, Apr. 17, 1971; 49 FR 555, Jan. 4, 1984; paras. (a), (c)
& (d), 50 FR 9380, Mar. 7, 1985, effective May 8, 1985; SO FR 11366,
Mar. 21, 1985}

§ 1.79Reservation clauses not permitted.

A reservation for a future application of subject matter
disclosed but not claimed in a pending application will not be
permitted in the pending application, but an application disclos-
ing unglaimed subject matter may contain a reference to a later
filed application of the same applicant or owned by a common
assignee disclosing and claiming that subject matter.

THE DRAWING

§ 1.81 Drawings required in patent application.

(a) The applicant for a patent is required to furnish a drawing
of his or her invention where necessary for the understanding of
the subject matter sought to be patented; this drawing, or a high
quality copy thereof, must be filed with the application. Since
corrections are the responsibility of the applicant, the original
drawing(s) should be retained by the applicant for any necessary
future correction.

(b) Drawings may include illustrations which facilitate an
understanding of the invention (for example, flow sheets in
cases of processes, and diagrammatic views).

(c) Whenever the nature of the subject matter sought to be
patented admits of illustration by a drawing without its being
necessary for the understanding of the subject matter and the
applicant has not furnished such a drawing, the examiner will
require its submission within a time period of not less than two
months from the date of the sending of a notice thereof.

(d) Drawings submitted after the filing date of the applica-
tion may not be used to overcome any insufficiency of the speci-
fication due to lack of an enabling disclosure or otherwise inade-
quate disclosure therein, or to supplement the original disclo-
sure thegeof for the purpose of interpretation of the scope of any
claim,
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[43 FR 4015, Jan, 31, 1978; para. (a), 53 FR 47809, Nov. 28, 1988,
effective Jan. 1, 1989]

§ 1.83 Content of drawing.

(a) The drawing must show every feature of the invention
specified in the claims. However, conventional features dis-
closed in the description and claims, where their detailed illus-
tration is not essential for a proper understanding of the inven-
tion, should be illustrated in the drawing in the form of a
graphical drawing symbol or a labeled representation (e.g. a
1abeled rectangular box).

(b) When the invention consists of an improvementon anold
machine the drawing must when possible exhibit, inone or more
views, the improved portion itself, disconnected from the old
structure, and also in another view, so much only of the old
structure as will suffice to show the connection of the invention
therewith.

(c) Where the drawings donot comply with the requirements
of paragraphs (a) and (b) of this section, the examiner shall
require such additional illustration within a time period of not
less than two months from the date of the sending of a notice
thereof. Such corrections are subject to the requirements of §
1.81(d).

[gl)FR 12923, Oct. 4, 1966; 43 FR 4015, Jan. 31, 1978]

§ 1.84 Standards for drawings.

(a) Paper and ink. Drawings or high quality copies thereof
which are submitted to the Office must be made upen paper
which is flexible, strong, white, smooth, non-shiny and durable.
India ink, or its equivalent in quality, is preferred for pen
drawings to secure perfectly black solid lines. The use of white
pigment to cover lines is not normally acceptable. See para-
graph (p) of this section for use of color drawings in utility patent
applications.

(b) Size of sheet and margins. The size of the sheets on
which drawings are made may be exactly 8 1/2 by 14 inches
(21.6by 35.6cm.),exactly 8 1/2by 13 inches (21.6by 33.1cm.),
or exactly 21.0 by 29.7 cm. (DIN size A4). All drawing sheets
in a particular application must be the same size. One of the
shorter sides of the sheet is regarded as its top.

(1) On 8 1/2 by 14 inch drawing sheets, the drawing must
include a top margin of 2 inches (5.1 ¢cm.) and bottom and side
margins of 1/4 inch (6.4 mm.) from the edges, thereby leaving
a“sight” precisely 8 by 11 3/4 inches(20.3 by 29.8 cm.). Margin
border lines are not permitted. All work must be included within
the “sight”. The sheets may be provided with two 1/4 inch (6.4
mm.)diameter holes having their centerlines spaced 11/16 inch
(17.5 mm.) below the top edge and 2 3/4 inches (7.0 cm.) apart,
said holes being equally spaced from the respective side edges.

(2) On 8 1/2 by 13 inch drawing sheets, the drawing must
include a top margin of 1 inch (2.5 cm.) and bottom and side
margins of 1/4 inch (6.4 mm.) from the edges, thereby leaving
a"sight" precisely 8 by 11 3/4 inches (20.3 by 29.8 cm.). Margin
border lines are not permitted. All work must beincluded within
the "sight." The sheets may be provided with two 1/4 inch (6.4
mm.) diameter holes having their centerlines spaced 11/16 inch
(17.5 mm.) below the top edge and 2 3/4 inches (7.0 cm.) apart,
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said holes being equally spaced from the respective side edges.

(3) On 21.0 by 29.7 cm. drawing sheets, the drawing must
include a top margin of at least 2.5 cm., a left side margin of 2.5
cm., a right side margin of 1.5 cm., and a bottom margin of 1.0
cm. Margin border lines are not permitted. All work must be
contained within a sight size not to exceed 17 by 26.2 cm.

(c) Character of lines, All drawings must be made with
drafting instruments or by a process which will give them
satisfactory reproduction characteristics. Every line and letter
must be durable, black, sufficiently dense and dark, uniformly
thick and well defined; the weight of all lines and letters must be
heavy enough to permit adequate reproduction. This direction
applies to all lines however fine, to shading, and to lines
representing cut surfaces in sectional views. All lines must be
clean, sharp, and solid. Fine or crowded lines should be avoided.
Solid black should not be used for sectional or surface shading.
Frechand work should be avoided wherever it is possible to do
s0.

(d) Hatching and shading. (1) Hatching should be made by
oblique parallel lines spaced sufficiently apart to enable the
lines to be distinguished without difficulty.

(2) Heavy lines on the shade side of objects should prefera-
bly be used except where they tend to thicken the work and
obscure reference characters. The light should come from the
upper left-hand comer at an angle of 45°. Surface delineations
should preferably be shown by proper shading, which shouid be
open.
(e) Scale. The scale to which a drawing is made ought to be
large enough to show the mechanism without crowding when
the drawing is reduced in size to two-thirds in reproduction, and
views of portions of the mechanism on a larger scale should be
used when necessary to show details clearly; two or more sheets
should be used if one does not give sufficient room to accom-
plish this end, but the number of sheets should not be more than
is necessary.

(D) Reference characters. The different views should be con-
secutively numbered figures. Reference numerals (and letters,
but numerals are preferred) must be plain, legible and carefully
formed, and not be encircled. They should, if possible, measure
at least one-eighth of an inch (3.2 mm.) in height so that they
may bear reduction to one twenty-fourth of an inch (1.1 mm.);
and they may be slightly larger when there is sufficient room.
They should not be so placed in the close and complex parts of
the drawing as to interfere with athorough comprehension of the
same, and therefore should rarely cross or mingle with the lines.
When necessarily grouped around a certain part, they should be
placed at a little distance, at the closest point where there is
available space, and connected by lines with the parts to which
they refer. They should not be placed upon hatched or shaded
surfaces but when necessary, a blank space may be left in the
hatching or shading where the character occurs so that it shall
appear perfectly distinct and separate from the work. The same
part of an invention appearing in more than one view of the
drawing must always be designated by the same character, and
the same character must never be used to designate different
parts. Reference signs not mentioned in the description shall not
appear in the drawing and vice versa.
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(g) Symbols, legends. Graphical drawing symbols and other
labeled representations may be used for conventional elements
when appropriate, subject to approval by the Office. The ele-
ments for which such symbols and labeled represeniations are
used must be adequately identified in the specification. While
descriptive matter on drawings is not permiticd, suitable leg-
ends may be used, or may be required, in proper cases, as in
diagrammatic views and flowshects or to show materials or
where labeled representations are employed to illustrate con-
ventional elements. Arrows may be required, in proper cases, to
show direction of movement. The lettering should be aslarge as,
or larger than, the reference characters.

(h) [Reserved]

(i) Views. The drawing must contain as many figures as may
be necessary to show the invention; the figures should be
consecutively numbered if possible in the order in which they
appear. The figures may be plan, elevation, section, or perspec-
tive views, and detail views of portions of elements, on a larger
scale if necessary, may also be used. Exploded views, with the
separated parts of the same figure embraced by a bracket, to
show the relationship or order of assembly of various parts are
permissible. When an exploded view is shown in a figure which
is on the same sheet as another figure, the exploded view should
be placed in brackets. When necessary, a view of a large
machine or device in its entirety may be broken and extended
over several sheets if there is no loss in facility of understanding
the view. Where figures on two or more sheets form in effect a
single complete figure, the figures on the several sheets should
be so arranged that the complete figure can be understood by
laying the drawing sheets adjacent to one another. The figures,
even though on separate sheets, should be labeled as separate
figures, for example as Fig. 1a, Fig. 1b, etc., so that it would be
apparent that the views actually comprise one figure. The
arrangement should be such that no part of any of the figures
appearing on the various sheets is concealed and that the
complete figure can be understood even though spaces will
occur in the complete figure because of the margins on the
drawing sheets. The plane upon which a sectional view is taken
should be indicated on the general view by a broken line, the
ends of which should be designated by numerals corresponding
io the figure number of the sectional view and have arrows
applied to indicate the direction in which the view is taken. A
moved position may be shown by a broken line superimposed
upon a suitable figure if this can be done without crowding,
otherwise a separate figure must be used for this purpose.
Modified forms of construction can only be shown in separate
figures. Views should not be connected by projection lines nor
should centerlines be used. When a portion of a figure is
enlarged for magnification purposes, the figure and the enlarged
figure must be labeled as a separate figures.

(i) Arrangement of views. All views on the same sheet
should stand in the same direction and, if possible, stand so that
they can be read with the sheet held in an upright position. If
views longer than the width of the sheet are necessary for the
clearest illustration of the invention, the sheet may be turned on
its side so that the top of the sheet with the appropriate top
margin to be used as the heading space is on the right-hand side.
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One figure mustnot be placed upon another or within the outline
of another,

(k) Figure for Official Gazette. The drawing should, as far
as possible, be so planned that one of the views will be suitable
for publication in the Official Gazette as the illustration of the
invention.

() Identification of drawings. Identifying indicia (such as
the application number, group art unit, title of the invention,
attorney's docket number, inventor's name, number of sheets,
etc.) not to exceed 2 3/4 inches (7.0 cm.) in width may be placed
in a centered location between the side edges within three-
fourths inch (19.1 mm.) of the top edge. Either this marking
technique on the front of the drawing or the placement, although
not preferred, of this information and the title of the invention on
the back of the drawings is acceptable. Authorized security
markings may be placed on the drawings provided they are
outside the illustrations and are removed when the material is
declassified. Otherextraneous matter will not be permitted upon
the face of a drawing.

(m) Transmission of drawings. Drawings transmitted to the
Office should be sent flat, protected by a sheet of heavy binder’s
board, or may be rolled for transmission in a suitable mailing
tube; but must never be folded. If received creased or mutilated,
new drawings will be required.

(n) Numbering of drawing sheets. The drawing sheets may
be numbered in consecutive arabic numbers at the top of the
sheets, in the middle, but not in the margin. Such numbering will
be deleted for printing purposes since page numbers are added
at the tiine of printing the patent by the Office.

(0) Copyright or Mask Work Notice. A copyright or mask
work notice may appear in the drawing but must be placed
within the "sight" of the drawing immediately below the figure
representing the copyright or mask work material and be limited
to letters having a print size of 1/8 to 1/4 inches (3.2 t0 6.4 mm.)
high. The content of the notice must be limited to only those
elements required by law. For example, "©1983 John Doe"(17
U.S.C. 401) and "*M* John Doe" (17 U.S.C. 909) would be
properly limited and, under current statutes, legally sufficient
notices of copyright and mask work, respectively. Inclusion of
a copyright or mask work notice will be permitted only if the
authorization language set forth in § 1.71(e) is included at the
beginning (preferably as the first paragraph) of the specifica-
tion.

(p) Limited use of color drawings in wtility patent applica-
tions. Paragraph (a) of this section requires that drawings in
utility patent applications must be in black on white paper.
However, onrare occasion, color drawings may be necessary as
the only practical medium by which to disclose the subject
matter sought to be patented in a utility patent application. The
Patent and Trademark Office will accept ¢olor drawings in
utility patent applications only after granting of a petition by the
applicant under § 1.183 of this part which requests waiver of the
requirements of paragraph (a) of this section. Any such petition
should be directed to the Office of the Deputy Assistant
Commissioner for Patents and must include the following:

(1) The appropriate fee set forth in § 1.17(h).
(2) Five (5) sets of color drawings on DIN size A4 (21.0by
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29.7 cm.) sheets,

(3) A proposed amendment to insert in the specification the
following language as the first paragraph in the portion of the
specification relating to the brief description of the drawing:

"The file of this patent contains at least one drawing
executed in color. Copies of this patent with color drawing(s)
will be provided by the Patent and Trademark Office upon
request and payment of the necessary fee.”

(See § 1.152fordesign drawings, § 1.165 forplant drawings,
and § 1.174 for reissue drawings.)

[24 FR 10332, Dec. 22, 1959; 31 FR 12923, Oct. 4, 1966; 36 FR
9775, May 28, 1971; 43 FR 20464, May 11, 1978; 45 FR 73657, Nov.
6,1980; pars. (a), (b). (i), (j), & (1) amended, paras. (n), (0), & (p) added,
53 FR 47809, Nov. 28, 1988, effective Jan. 1, 1989]

§ 1.85 Corrections to drawings.

(a) The requirements of § 1.84 relating to drawings will be
strictly enforced. A drawing not executed in conformity thereto,
if suitable for reproduction, may be admitted for examination
but in such case a new drawing must be furnished.

(b) The Patent and Trademark Office will not release draw-
ings in applications having a filing date after January 1, 1989, or
any drawings from any applications after January 1, 1991, for
purposes of correction. If corrections are necessary, new Cor-
rected drawings must be submitted within the time set by the
Office.

(c) When corrected drawings are required to be submitted at
the time of allowance, the applicant is required to submit
acceptable drawings within three months from the mailing of
the "Notice of Allowability.” Within that three-month period,
two weeks should be allowed for review of the drawings by the
Drafting Branch. If the Office finds that correction is necessary,
the applicant must submit a new corrected drawing to the Office
within the original three-month period to avoid the necessity of
obtaining an extension of time and paying the extension fee.
Therefore, the applicant should file corrected drawings as soon
as possible following the receipt of the Notice of Allowability.
The provisions with respect to obtaining an extension of time re-
lates only to the late filing of corrected drawings. The time limit
for payment of the issue fee is a fixed three-month period which
cannot be extended as set forth in 35 U.S.C. 151.

[47FR 41276, Sept. 17, 1982, effective Oct. 1, 1982; 53 FR 47810,
Nov. 28, 1988, effective Jan. 1, 1989]

§ 1.88 Use of old drawings.

If the drawings of a new application are to be identical with
the drawings of a previous application of the applicant on file in
the Office, or with partof such drawings, the old drawingsor any
sheets thereof may be used if the prior application is, or is about
to be, abandoned, or if the sheets to be used are cancelled in the
prior application. The new application must be accompanied by
a letter requesting the transfer of the drawings, which should be
completely identified.

MODELS, EXHIBITS, SPECIMENS
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§ 1.91 Models not generally required as part of
application or patent.

Models were once required in all cases admitting a model,
as a part of the application, and these models became a part of
the record of the patent. Such models are no longer generally
required (the description of the invention in the specification,
and the drawings, must be sufficiently full and complete, and
capable of being understood, to disclose the invention without
the aid of a model), and will not be admitted unless specifically
calied for.

§ 1.92 Model or exhibit may be required.

A model, working model, or other physical exhibit, may be
required if deemed necessary forany purpose on examination of
the application.

§ 1.93 Specimens.

When the invention relates to a composition of matter, the
applicant may be required to furnish specimens of the compo-
sition, or of its ingredients or intermediates, for the purpose of
inspection or experiment.

§ 1.94 Return of models, exhibits or specimens.

Models, exhibits, or specimens in applications which have
become abandoned, and also in other applications on conclusion
of the prosecution, may be retumed to the applicant upon
demand and at his expense, unless it is deemed necessary that
they be preserved in the Office. Such physical exhibits in
contested cases may be returned to the parties at their expense.
If not claimed within a reasonable time, they may be disposed
of at the discretion of the Commissioner.

§ 1.95 Copies of exhibits.

Copies of models or other physical exhibits will not ordinar-
ily be furnished by the Office, and any model or exhibit in an
application or patent shall not be taken from the Office except
in the custody of an employee of the Office specially authorized
by the Commissioner.

§ 1.96 Submission of computer program listings.

Descriptions of the operation and general content of com-
puter program listings should appear in the description portion
of the specification. A computer program listing for the purpose
of these rules is defined as a print-out that lists in appropriate
sequence the instructions, routines, and other contents of a
program for a computer. The program listing may be either in
machine or machine-independent (object or source) language
which will cause a computer to perform a desired procedure or
task such as solve a problem, regulate the flow of work in a
computer, or control or monitor events. Computer program
listings may be submitted in patent applications in the following
forms:

(@) Material which will be printed in the patent. If the
computer program listing is contained on 10 printout pages or
less, it must be submitted either as drawings or as part of the
specification. »

(1) Drawings. The listing may be submitted in the manner
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and complying with the requirements for drawings as provided
in & 1.84. Atleast one figure numeral is required on each sheet
of drawing.

(2) Specification. (i) The listing may be submitted as pan
of the specification in accordance with the provisions of § 1.52,
at the end of the description but before the claims.

(ii) The listing may be submitted as part of the specifica-
tion in the form of computer printout sheets (commonly 14 by
11 inches in size) for use as “camera ready copy™ when a patent
is subsequently printed. Such computer printout sheets must be
original copies from the computer with dark solid black letters
not less than 0.21 cm high, on white, unshaded and unlined
paper, the printing on each sheet must be limited to an area 9
inches high by 13 inches wide, and the sheets should be
submitted in a protective cover. When printed in patents, such
computer printout sheets will appear at the end of the description
but before the claims and will usually be reduced about 1/2 in
size with two printout sheets being printed as one patent speci-
fication page. Any amendments must be made by way of
submission of a substitute sheet if the copy is to be used for
camera ready copy.

(b) As an appendix which will not be printed. If acomputer
program listing printout is 11 or more pages long, applicants
may submit such listing in the form of microfiche, referred toin
the specification (see § 1.77(c)(2)). Such microfiche filed with
a patent application is to be referred to as a “microfiche appen-
dix.” The “microfiche appendix” will not be part of the printed
patent. Reference in the application to the “microfiche appen-
dix” should be made at the beginning of the specification at the
location indicated in § 1.77(c)(2). Any amendments thereto
must be made by way of revised microfiche. All computer
program listings submitted on paper will be printed aspart of the
patent.

(1) Availability of appendix. Such computer program
listings on microfiche will be available to the public for inspec-
tion, and paper or microfiche copies thereof will be separately
available for purchase, after a patent based on such an applica-
tion is granted or the application is otherwise made publicly
available.

(2) Submission requirements. Computer-generated infor-
mation submitted as an appendix to an application for patent
shall be in the form of microfiche in accordance with the
standards set forth in the following American National (ANSI)
or National Micrographics Association (NMA) Standards
(Note: As new editions of these standards are published, the
Iatest shall apply):

ANSI PH 1.28-1976-Specifications for Photographic Film
for Archivalrecords, Silver-Gelatin Type, on Cellulose Ester
Base.

ANSI PH 1.41-1976 Specifications for Photographic Film
for Archival Records, Silver-Gelatin Type, on Polyester
Base.

NMA-MSI (1971) Quality Standards for Computer Qutput
Microfilm.

ANS1/NMA MS2 (1978) Format and Coding Standards for
Computer Output Microfilm.

NMA MSS5 (ANSI PH 5.9-1975) Microfiche of Documents.
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ANSI PH 2.19 (1959)-Diffuse Transmission Density.
except as modified or clarified below:

(i) Either Computer-Output-Microfilm (COM) output or
copies of photographed paper copy may be submitted. In the
former case, NMA standards MS1 and MS2 apply; in the latter
case, standard MSS applies.

(i) Film submitted shall be first generation (camera film)
negative appearing microfiche (with emulsion on the back side
of the film when viewed with the images right reading).

(iii) Reduction ratio of microfiche submitted should be
24:1 or a similar ratio where variation from said ratio is required
in order to fit the documents into the image area of the micro-
fiche format used.

(iv) Film submitted shall have a thickness of at least .005
inches (0.13 mm) and not more than .009 inches (0.23 mm) for
either cellulose acetate base or polyester base type.

(v) Both microfiche formats A1 (98 frames, 14 columns x
7 rows) and A3 (63 frames, 9 columns x 7 rows) which are
described in NMA standard MS2 (A1 is also described in MS5)
are acceptable for use in preparation of microfiche submitted.

(vi) At least the left-most 1/3 (50 mm x 12 mm) of the
header or title area of each microfiche submitted shail be clear
or positive appearing so that the Patent and Trademark Office
can apply serial number and filing date thereto in an eye-
readable form. The middle portion of the header shall be used by
applicant to apply an eye-readable application identification
such as the title and/or the first inventor’s name. The attorney’s
docket number may be included. The final right-hand portion of
the microfiche shall contain sequence information for the mi-
crofiché, such as 1 of 4, 2 of 4, etc.

(vii) Additional requirements which apply specifically to
microfiche of filmed paper copy:

(A) The first frame of each microfiche submitted shall
contain a standard test target which contains five NBS Micro-
copy Resolution Test Charis (No. 1010A), one in the center and
one in each corner. See illustration on page 2 of NMA Recom-
mended Practice MS104, Inspection and Quality Control of
First Generation Silver Halide Microfilm. See also paragraph 7
of NMA-MSS5.

(B) The second frame of each microfiche submitted must
contain a fully descriptive title and the inventor’s name as filed.

(C) The pages or lines appearing on the microfiche
frames should be consecutively numbered.

(D) Pagination of the microfiche frames shall be from left
to right and from top to bottom.

(E) At a reduction of 24:1 resolution of the original
microfilm shall be at least 120 lines per mm (5.0 target) so that
reproduction copies may be expected to comply with provisions
of paragraph 7.1.4 of NMA Standard MSS5.

(F) Background density of negative appearing camera
master microfiche of filmed paper documents shall be within the
range of 0.9 to 1.2 and line density should be no greater than
0.08. The density shall be visual diffuse density as measured
using the method described in ANSI Standard PH 2.19.

(G) An index, when included, should appear in the last
frame (lpwer right hand comer when data is right-reading) of
cach microfiche. See NMA-MSS, paragraph 6.6.

Rev. 11, Apr. 1989

MANUAL OF PATENT EXAMINING PROCEDURE

(viii) Microfiche generated by Computer Output Micro-
film (COM).

(A) Background density of negative-appearing COM-
generated camera master microfiche shall be within the range of
1.5 10 2.0 and line density should be no greater than 0.2. The
density shall be visual diffuse density as described in ANSI
PH2.19.

(B) The first frame of each microfiche submitted should
contain a resolution test frame in conformance with NMA
standard MS1.

(C) The second frame of each microfiche submitted must
contain a fully descriptive title and the inventor’s name as filed.

(D) The pages or lines appearing on the microfiche
frames shouid be consecutively numbered.

(E) It is preferred that pagination of the microfiche
frames be from left to right and top to bottom but the alternative,
i.e., from top to bottom and from left to right, is also acceptable.

(F) Anindex, when included, should appear on the last
frame (lower right hand corner when data is right reading) of
each microfiche.

(G) Amendment of microfiche must be made by way of
replacement microfiche.

[46 FR 2612, Jan. 12, 1981}

INFORMATION DISCLOSURE STATEMENT

§ 1.97 Filing of information disclosure statement.

(a) Asameans of complying with the duty of disclosure set
forth in § 1.56, applicants are encouraged to file an informaticn
disclosure statement at the time of filing the application or
within the later of three months after the filing date of the
application or two months after applicant receives the filing
receipt. If filed separately, the disclosure statement should, in
addition to the identification of the application, include the
Group Art Unit to which the application is assigned as indicated
on the filing receipt. The disclosure statement may either be
separate from the specification or may be incorporated therein.

(b) A disclosure statement filed in accordance with para-
graph (a) of this section shall not be construed as a representa-
tion that a search has been made or that no other material
information as defined in § 1.56(a) exists.

[OMB Control No. 0651-0011

[48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983]

§ 1.98 Content of information disclosure statement.

(a) Any disclosure statement filed under § 1.97 or § 1.99
shall include: (1) A listing of patents, publications or other in-
formation; and (2) A concise explanation of the relevance of
eachlisted item. The disclosure statement shall be accompanied
by a copy of each listed patent or publication or other item of
information in written form or of at least the portions thereof
considered by the person filing the disclosure statement to be
pertinent. All United States patents listed should be identified
by theirpatent numbers, patent dates and names of the patentees.
Each foreign published application or patent should be cited by
identifying the country or office which issued it, the document
number and publication date indicated on the document. Each
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printed publication should be identified by author (if any), title
of the publication, pages, date and place of publication.

(b) When two or more patents or publications considered
material are substantially identical, a copy of a representative
one may be included in the statement and others merely listed.
A translation of the pertinent portions of foreign language pat-
ents or publications considered material should be transmitted
if an existing translation is readily available to the applicant.

[OMB Control No. 0651-0011}

[42 FR 5594, Jan. 28, 1977; para. (a) 48 FR 2712, Jan. 20, 1983,
effective date Feb. 27, 1963}

§ 1.99 Updating of information disclosure statement,

If prior to issuance of a patent an applicant, pursuant to his
or her duty of disclosure under § 1.56, wishes to bring to the
attention of the Office additional patents, publications or other
information not previously submitted, the additional informa-
tion should be submitted to the Office with reasonable prompt-
ness. It may be included in a supplemental information disclo-
sure statement or may be incorporated into other communica-
tions to be considered by the examiner. Any transmittal of
additional information shall be accompanied by explanations of
relevance and by copies in accordance with the requirements of
§ 1.98.

[OMB Control No. 0651-0011]

- {48 FR 2712, Jan. 20, 1983; effective date Feb. 27, 1983]

EXAMINATION OF APPLICATIONS

§ 1.101 Order of examination.

(2) Applications filed in the Patent and Trademark Office and
accepted as complete applications are assigned for examination
to the respective examining groups having the classes of inven-
tions to which the applications relate. Applications shall be
taken up for examination by the examiner to whom they have
been assigned in the order in which they have been filed except
for those applications in which examination has been advanced
pursuant 1o § 1.102 . See § 1.496 for order of examination of
International applications in the national stage.

(b) Applications which have been acted upon by the exam-
iner, and which have been placed by the applicant in condition
for further action by the examiner (amended applications) shall
be taken up for action in such order as shall be determined by the
Commissioner.

{29 FR 13470, Sept. 30, 1964; para. (a), 48 FR 2712, Jan. 20, 1983,
effective Feb. 27, 1983; para. (a), 50 FR 9381, Mar. 7, 1985, effective
May 8, 1985; 52 FR 20046, May 28, 1987, effective July 1, 1987]

§ 1.102 Advancement of examination.

(a) Applications will not be advanced out of turn for exami-
nation or for further action except as provided by this part, or
upon order of the Commissioner to expedite the business of the
Office, or upon filing of a request under paragraph (b} of this
section or upon filing a petition under paragraphs (c) or (d) of
this section with a verified showing which, in the opinion of the
Commissioner, will justify so advancing it.

(b) Applications wherein the inventions are deemed of pe-
* culiar importance to some branch of the public service and the
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head of some department of the Government requests immedi-
ate action for that reason, may be advanced for examination,

(c) A petition to make an application special may be filed
without a fee if the basis for the petition is the applicant’sage or
health or that the invention will materially enhance the quality
of the environment or materially contribute to the development
or conservation of energy resources.

(d) A petition to make an application special on grounds
other than those referred to in paragraph (c) of this section must
be accompanied by the petition fee set forth in § 1.17(i)(2).

[24 FR 10332, Dec. 22, 1959; paras. (a), (c) & (d). 47 FR 41276,
Sept. 17, 1982, effective Oct. 1, 1982, para. (d), 54 FR 6893, Feb. 15,
1989, effective Apr. 17, 1989]

§ 1.103 Suspension of action.

(a) Suspension of action by the Office will be granted for
good and sufficient cause and for a reasonable time specified
upon petition by the applicant and, if such cause is not the fault
of the Office, the payment of the fee set forth in § 1.17G)(1).
Action will not be suspended when a response by the applicant
to an Office action is required.

(b) If action by the Office on an application is suspended
when not requested by the applicant, the applicant shall be
notified of the reasons therefor.

(c) Action by the examiner may be suspended by order of the
Commissioner in the case of applications owned by the United
States whenever publication of the invention by the granting of
a patent thereon might be detrimental to the public safety or
defense, at the request of the appropriate department or agency.

(d) Action on applications in which the Office has accepted
a request to publish a defensive publication will be suspended
for the entire pendency of these applications except for purposes
relating to patent interference proceedings under Subpart E.

[24 FR 10332, Dec. 22, 11959; 33 FR 5624, Apr. 11, 1968; paras.
(a) & (b),47FR 41276, Sept. 17, 1982, effective Oct. 1, 1982; para. (d),
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; para. (d), 50 FR
9381, Mar. 7, 1985, effective May 8, 1985; para. (a), 54 FR 6893, Feb.
15, 1989, effective Apr. 17, 1989]

§ 1.104 Nature of examination; examiner’s action.

(a) On taking up an application for examination or a patent in
a reexamination proceeding, the examiner shall make a thor-
ough study thereof and shall make a thorough investigation of
the available prior art relating to the subject matter of the
claimed invention. The examination shall be complete with
respect both to compliance of the application or patent under
reexamination with the applicable statutes and rules and to the
patentability of the invention as claimed, as well as with respect
to matters of form, unless otherwise indicated.

(b) The applicant, or in the case of areexamination proceed-
ing, both the patent owner and the requester, will be notified of
the examiner’s action. The reasons for any adverse action orany
objection or requirement will be stated and such information or
references will be given as may be useful in aiding the applicant,
or in the case of a reexamination proceeding the patent owner,
to judge the propriety of continuing the prosecution.

(c) Aninternational-type search will be made in all national
applicaticns filed on and after June 1, 1978.
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(d) Any national application may also have an international-
type search report prepared thereon at the time of the national
examination on the merits, upon specific written request there-
for and payment of the international-type search report fee. See
§ 1.21(e) for amount of fee for preparation of international-type
search report.

NOTE. -— The Patent and Trademark Office does not require that
a formal report of an international-type search be prepared in order to
obtain a search fee refund in a later filed international application.

(e) Co-pending applications will be considered by the exam-
iner to be owned by, or subject to an obligation of assignment to,
the same person if (1) the application files refer to assignments
recorded in the Patent and Trademark Office in accordance with
§ 1.331 which convey the entire rights in the applications to the
same person ororganization: or (2) copies of unrecorded assign-
ments which convey the entire rights in the applications to the
same person or organization are filed in each of the applications;
or (3) an affidavit or declaration by the common owner is filed
which states that there is common ownership and states facts
which explain why the affiant or declarant believes there is
commgon ownership; or (4) other evidence is submitted which
establishes common ownership of the applications. In circum-
stances where the common owner is a corporation or other
organization an affidavit or declaration may be signed by an
official of the corporation or organization empowered to act on
behalf of the corporation or organization.

[43 FR 20465, May 11, 1978; 46 FR 29182, May 29, 1981; para.
(d), 47FR 41276, Sept. 17, 1982, effective date Oct. 1, 1982; para. (e),
50 ER 9381, Mar. 7, 1985, effective May 8, 1985]

§ 1.105 Completeness of examiner’s action.

The examiner’s action will be complete as to all matters,
except that in appropriate circumstances, such as misjoinder of
invention, fundamental defects in the application, and the like,
the action of the examiner may be limited to such matters before
further action is made. However, matters of form need not be
raised by the examiner until a claim is found allowable.

§ 1.106 Rejection of claims.

(a) Ifthe invention is not considered patentable, or not con-
sidered patentable as claimed, the claims, or those considered
unpatentable will be rejected.

(b) In rejecting claims for want of novelty or for obvious-
ness, the examiner must cite the best references at his command.
When a reference is complex or shows or describes inventions
other than thatclaimed by the applicant, the particular partrelied
on must be designated as nearly as practicable. The pertinence
of eachreference, if notapparent, must be clearly explained and
cach rejected claim specified.

(¢) In rejecting claims the examiner may rely upon admis-
sions by the applicant, or the patent owner in a reexamination
proceeding, as to any matter affecting patentability and, insofar
as rejections in applications are concerned, may also rely upon
facts within his or her knowledge pursuant to § 1.107.

(d) Subject matter which is developed by another person
which qualifies as prior art only under 35 U.S.C. 102(f) or (g)
may be'used as prior art under 35 U.S.C. 103 against a claimed
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invention unless the entire rights (o the subject matter and the
claimed invention were commonly owned by the same person
or organization or subject to an obligation of assignment to the
same person or organization at the time the claimed invention
was made.

(e) The claims in any original application naming an
inventor will be rejected as being precluded by a waiver in a
published statutory invention registration naming that inventor
if the same subject matter is claimed in the application and the
statutory invention registration. The claims in any reissue appli-
cation naming an inventor will be rejected as being precluded by
a waiver in a published statutory invention registration naming
that inventor if the reissue application seeks to claim subject
matter (1) which was not covered by claims issued in the patent
prior to the date of publication of the statutory invention
registration and (2) which was the same subject matter waived
in the statutory invention registration.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; para.
(c) added, 47 FR 21752, May 19, 1982, effective July 1, 1982; paras.
(d) & (e), SO FR 9381, Mar. 7, 1985, effective May 8, 1985}

§ 1.107 Citation of references.

(a) If domestic patents are cited by the examiner, their
numbers and dates, and the names of the patentees, and the
classes of inventions must be stated. If foreign published appli-
cations or patents are cited, their nationality or country, numbers
and dates, and the names of the patentees must be stated, and
such other data must be furnished as may be necessary to enable
the applicant, or in the case of a reexamination proceeding, the
patent owner, to identify the published applications or patents
cited. In citing foreign published applications or patents, in case
only a part of the document is involved, the particular pages and
sheets containing the parts relied upon must be identified. If
printed publications are cited, the author (if any), title, date,
pages or plates, and place of publication, or place where a copy
can be found, shall be given.

(b) When a rejection in an application is based on facts
within the personal knowledge of an employee of the Office, the
data shall be as specific as possible, and the reference must be
supported, when called for by the applicant, by the affidavit of
suchemployee, and such affidavit shall be subject to contradic-
tion or explanation by the affidavits of the applicant and other
persons.

[46 FR 29182, May 29, 1981]

§ 1.108 Abandoned applications not cited.

Abandoned applications as such will not be cited as refer-
encesexcept those which have been opened to inspection by the
public following a defensive publication.

[50 FR 9381, Mar. 7, 1985, effective May 8, 1985]

§ 1.109 Reasons for allowance.

If the examiner believes that the record of the prosecution as
a whole does not make clear his or her reasons for allowing a
claim or claims, the examiner may set forth such reasoning. The
reasons shall be incorporated into an Qffice action rejecting
other claims of the application or patent under reexamination or
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be the subject of a separate communication to the applicant or
patent owner. The applicant or patent owner may file a state-
mentcommenting on the reasons for allowance within such time
as may be specified by the examiner. Failure to file such a
statement shall not give rise to any implication that the applicant
or patent owner agrees with or acquiesces in thereasoning of the
examiner.
[46 FR 29182, May 29, 1981}

§ 1.110 Inventorship and date of invention of the subject
matter of individual claims.

When more than one inventor is named in an application or
patent, the Patent and Trademark Office, when necessary for
purposes of an Office proceeding, may require an applicant,
patentee, or owner 1o identify the inventive entity of the subject
matter of each claim in the application or patent. Where appro-
priate, the invention dates of the subject matter of each claim and
the ownership of the subject matter on the date of invention may
be required of the applicant, patentee or owner. See also §§
1.78(c) and (d).

[OMB Control No. 0651-0018]

{50 FR 9381, Mar. 7, 1985, effective date May 8, 1985]

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

§ 1.111. Reply by applicant or patent owner.

(a) After the Office action, if adverse in any respect, the
applicant or patent owner, if he or she persists in his or her
application for a patent or reexamination proceeding, mustreply
thereto and may request reconsideration or further exarnination,
with or without amendment.

(b) In order to be entitled 1o reconsideration or further ex-
amination, the applicant or patent owner must make reguest
therefor in writing. The reply by the applicant or patent owner
must distinctly and specifically point out the supposed errors in
the examiner’s action and must respond to every ground of ob-
jection and rejection in the prior Office action. If the reply is with
respect to an application, a request may be made that objections
or requirements as to form not necessary to further considera-
tion of the claims be held in abeyance until allowable subject
matter is indicated. The applicant’s or patent owner’sreply must
appear throughout to be a bona fide attempt to advance the case
to final action. A general allegation that the claims define a
patentable invention without specifically pointing out how the
language of the claims patentably distinguishes them from the
references does not comply with the requiremients of this sec-
uon.

(¢) In amending in response to a rejection of claims in an
application or patent undergoing reexamination, the applicant
or patent owner must clearly point out the patentable novelty
which he or she thinks the claims present in view of the state of
the art disclosed by the references cited or the objections made.
He or she must also show how the amendments avoid such
references or objections. (See §§ 1.135 and 1.136 for time for
reply.)

[46 FR 29182, May 29, 1981}
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§ 1.112 Reconsideration.

After response by applicant or patent owner (§ 1.111), the
application or patent under reexamination will be reconsidered
and again examined. The applicant or patent owner will be
notified if claims are rejected, or objections or requirements
made, in the same manner as after the first examination. Appli-
cant or patent owner may respond to such Office action in the
same manner provided in § 1.111, with or without amendment,
Any amendments after the second Cffice action must ordinarily
be restricted to the rejection or to the objections or requirements
made. The application or patent under recxamination will be
again considered, and so on repeatedly, unless the examiner has
indicated that the action is final.

[46 FR 29182, May 29, 1981]

§ 1.113 Final rejection or action.

(a) Onthe second or any subsequent examination or consid-
eration the rejection or other action may be made final, where-
upon applicant’s or patent owner’s response is limited to appeal
in the case of rejection of any claim (§ 1.191), or to amendment
as specified in § 1.116. Petition may be taken to the Commis-
sioner in the case of objections or reguirements not involved in
therejection of any claim (§ 1.181). Response toa final rejection
or action must include cancellation of, or appeal from the
rejection of, each rejected claim. If any claim stands allowed,
the response to a final rejection or action must comply with any
requirements or objections to form.

(b) In making such final rejection, the examiner shall repeat
orstate all grounds of rejection then considered applicable tothe
claims in the case, clearly stating the reasons therefor.

{24 FR 10332, Dec. 22, 1959; 46 FR 29182, May 29, 1981]

AMENDMENTS

§ 1.115 Amendment.

The applicant may amend before or after the first examina-
tion and action and also after the second or subsequent exami-
nation or reconsideration as specified in § 1.112 or when and as
specifically required by the examiner. The patent owner may
amend in accordance with §§ 1.510(e) and 1.530(b) prior to
reexamination, and during reexamination proceedings in accor-
dance with §§ 1.112 and 1.116.

{46 FR 29183, May 29, 1981]

§ 1.116 Amendments after final action.

(a) After final rejection or action (§ 1.113) amendments may
be made cancelling claims or complying with any requirement
of form which has been made. Amendments presenting rejected
claims in better form for consideration on appeal may be
admitted. The admission of, or refusal to admit, any amendment
after final rejection, and any proceedings relative thereto, shall
notoperate torelieve the application or patent under reexamina-
tion from its condition as subject to appeal or to save the
application from abandonment under § 1.135.

(b) If amendments touching the merits of the application or
patentunderreexamination are presented after final rejection, or
after appeal has been taken, or when such amendment might not
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otherwise be proper, they may be admitted upon a showing of
good and sufficient reasons why they are necessary and were not
earlier presented.

(c) No amendment can be made as a matier of right in
appealed cases. After decision on appeal, amendments can only
be made as provided in § 1.198, or to carry into effect a
recommendation under § 1.196.

[24 FR 10332, Dec. 22, 1959; 46 FR 29183, May 29, 1981}

§ 1.117 Amendment and revision required.

The specification, claims and drawings must be amended
and revised when required, to correct inaccuracies of descrip-
tion and definition or unnecessary prolixity, and to secure cor-
respondence between the claims, the specification and the draw-

ing.

§ 1.118 Amendment of disclosure.

(a) No amendment shall introduce new matter into the dis-
closure of an application after the filing date of the application
(§ 1.53(b)). All amendments to the specification, including the
claims, and the drawings filed after the filing date of the
application must conform to at least one of them as it was at the
time of the filing of the application. Matter not found in either,
involving a departure from or an addition to the original disclo-
sure, cannot be added to the application after its filing date even
though supported by an oath or declaration in accordance with
§ 1.63 or § 1.67 filed after the filing date of the application.

_(b) Ifitis determined that an amendment filed after the filing
date of the application introduces new matter, claims containing
new matter will be rejected and deletion of the new matter in the
specification and drawings will be required even if the amend-
ment is accompanied by an oath or declaration in accordance
with § 1.63 or § 1.67.

[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.119 Amendment of claims.

The claims may be amended by canceling particular claims,
by presenting new claims, or by rewriting particular claims as
indicated in § 1.121. The requirements of § 1.111 must be
complied with by pointing out the specific distinctions believed
to render the claims patentable over the references in presenting
arguments in support of new claims and amendments.

{32 FR 13583, Sept. 28, 1967]

§ 1.121 Manner of making amendments.

(a) Erasures, additions, insertions, or alterations of the
Office file of papers and records must not be physically entered
by the applicant. Amendments to the application (excluding the
claims) are made by filing a paper (which should conform to §
1.52), directing or requesting that specified amendments be
made. The exact word or words to be stricken out or inserted by
said amendment must be specified and the precise point indi-
cated where the deletion or insertion is to be made.

(b) Except as otherwise provided herein, a particular claim
may be amended only by directions to cancel or by rewriting
suchg¢laim with underlining below the word or words added and
brackets around the word or words deleted. The rewriting of a

Rev. 11, Apr. 1989

MANUAL OF PATENT EXAMINING PROCEDURE

claim in this form will be construed as directing the cancellation
of the original claim; however, the original claim number
followed by the parenthetical word “amended” must be used for
the rewritten claim. If a previously rewritten claim is rewritten,
underlining and bracketing will be applied in reference to the
previously rewritten claim with the parenthetical expression
“twice amended,” “three times amended,” etc., following the
original claim number,

(c) A particular claim may be amended in the manner indi-
cated for the application in paragraph (a) of this section to the
extent of corrections in spelling, punctuation, and typographical
errors. Additional amendments in this manner will be admitted
provided the changes are limited to (1) Deletions and/or (2) the
addition of no more than five words in any one claim. Any
amendment submitted with instructions to amend particular
claims but failing to conform to the provisions of paragraphs (b)
and (c) of this section may be considered nonresponsive and
treated accordingly.

(d) Where underlining or brackets are intended to appear in
the printed patent or are properly part of the claimed material
and not intended as symbolic of changes in the particular claim,
amendment by rewriting in accordance with paragraph (b) of
this section shall be prohibited.

(e) In reissue applications, both the descriptive portion and
the claims are to be amended by either (1) submitting a copy of
a portion of the description or an entire claim with all matter to
be deleted from the patent being placed between brackets and all
matter to be added to the patent being underlined, or (2)
indicating the exact word or words to be stricken out or inserted
and the precise point where the deletion or insertion is to be
made. Any word or words tobe inserted mustbe underlined. See
§ 1.173.

(f) Proposed amendments presented in patents involved in
reexamination proceedings must be presented in the form of a
full copy of the text of: (1) Each claim which is amended and (2)
each paragraph of the description which is amended. Matter
deleted from the patent shall be placed between brackets and
matter added shall be underlined. Copies of the printed claims
from the patent may be used with any additions being indicated
by carets and deleted material being placed between brackets.
Claims must notbe renumbered and the numbering of the claims
added for reexamination must follow the number of the highest
numbered patent claim. No amendment may enlarge the scope
of the claims of the patent. No new matter may be introduced

into the patent.
{32 FR 13583, Sept. 28, 1967; 46 FR 29183, May 29, 1981; para.

(e), 49 FR 555, Jan. 4, 1984, effective Apr. 1, 1984]

§ 1.122 Entry and consideration of amendments.

(a) Amendments are “entered” by the Office by making the
proposed deletions by drawing aline in red ink through the word
or words cancelled, and by making the proposed substitutions or
insertions in red ink, small insertions being written in at the
designated place and large insertions being indicated by refer-
ence.

(b) Ordinarily all amendments presented in a paper filed
while the application is open to amendment are entered and con-
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sidered, subsequent cancellation or correction being required of
improper amendments. Untimely amendment papers may be
refused entry and consideration in whole or in part. For amend-

ments presented during an interference see § 1.664.
[24 FR 10332, Dec. 22, 1959; para. (b), 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985]

§ 1.123 Amendments to the drawing.

No change in the drawing may be made except by permis-
sion of the Office. Permissible changes in the construction
shown in any drawing may be made only by bonded draftsmen,
at applicant’s expense, or by the submission of substitute
drawings by applicani. A sketch in permanent ink showing
proposed changes, to become part of the record, must be filed for
approval by the examiner and should be a separate paper.

[48FR2712,Jan.20, 1983, effective Feb.27,1983;49 FR 555, Jan.
4, 1984, effective Apr. 1, 1984]

§ 1.124 Amendment of amendments.

‘When an amendatory clause is to be amended, it should be
wholly rewritten and the original insertion canceled, so that no
interlineations or deletions shall appear in the clause as finally
presented. Matter canceled by amendment can be reinstated
only by a subseguent amendment presenting the canceled mat-
ter as a new insertion.

§ 1.125 Substitute specification.

If the number or nature of the amendments shall render it
difficultto consider the case, or to arrange the papers for printing
or copying, the examiner may require the entire specification,
including the claims, or any part thereof, to be rewritten. A
substitute specification may not be accepted unless it has been
required by the examiner or unlessit is clear to the examiner that
acceptance of a substitute specification would facilitate proc-
essing of the application. Any substitute specification filed must
be accompanied by a statement that the substitute specification
includes no new matter. Such statement must be a verified
statement if made by a person not registered to practice before
the Office.

{48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.126 Numbering of claims.

The original numbering of the ciaims must be preserved
throughout the prosecution. When claims are canceled, the
remaining claims must not be renumbered. When claims are
added, except when presented in accordance with § 1.121(b),
they must be numbered by the applicant consecutively begin-
ning with the number next following the highest numbered
claim previously presented (whether entered or not). When the
application is ready for allowance, the examiner, if necessary,
will renumber the claims consecutively in the order in which
they appear or in such order as may have been requested by
applicant.

[32 FR 13583, Sept. 28, 1967]

§ 1.127 Petition from refusal to admit amendment.
From the refusal of the primary examiner to admit an amend-
+ ment,in whole or in part, a petition will lie to the Commissioner
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under § 1.181.

AFFIDAVITS OVERCOMING REJECTIONS

§ 1.131 Affidavit or declaration of prior invention to
overcome cited patent or publication.

(a) When any claim of an application or a patent under reex-
amination is rejected on reference to a domestic patent which
substantially shows or describes but does not claim the same
patentable invention, as defined in § 1.601(n), as the rejected in-
vention, or on reference to a foreign patent or to a printed
publication, and the inventor of the subject matter of the rejected
claim, the owner of the patent under reexamination, or the
person qualified under §§ 1.42, 1.43 or 1.47, shall make oath or
declaration as to facts showing a completion of the invention in
this country before the filing date of the application on which the
domestic patent issued, or before the date of the foreign patent,
or before the date of the printed publication, then the patent or
publication cited shall notbar the grant of a patent to the inventor
or the confirmation of the patentability of the claims of the
patent, unless the date of such patent or printed publication is
more than one year prior to the date on which the inventor’s or
patent owners application was filed in this country.

(b) The showing of facts shall be such, in character and
weight, as to establish reduction to practice prior to the effective
date of the reference, or conception of the invention prior to the
effective date of the reference coupled with due diligence from
prior to said date to a subsequent reduction to practice or to the
filing of the application. Original exhibits of drawings or rec-
ords, or photocopies thereof, must accompany and form part of
the affidavit or declaration or their absence satisfactorily ex-
plained.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969;
para.(a), 48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983; para. (a),
50 FR 9381, Mar. 7, 1985, effective May 8, 1985; 50 FR 11366, Mar.
21, 1985; 53 FR 23733, June 23, 1988, effective Sept. 12, 1988}

§ 1.132 Affidavits or declarations traversing grounds of
rejection.

‘When any claim of an application or a patent under reexami-
nation is rejected on reference to a domestic patent which sub-
stantially shows or describes but does not claim the invention,
or on reference to a foreign patent, or to a printed publication, or
to facts within the personal knowledge of an employe: of the
Office, or when rejected upon a mode or capability of operation
attributed to areference, or because the alleged invention is held
to be inoperative or lacking in utility, or frivolous or injurious to
public health or morals, affidavits or declarations traversing
these references or objections may be received.

{48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]

INTERVIEWS
§ 1.133 Imterviews.
(a) Interviews with examiners concerning applications and
other matters pending before the Office must be had in the

examiners’ rooms at such times, within office hours, as the
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respective examiners may designate. Interviews will not be
permitted at any other time or place without the authority of the
Commissioner. Interviews for the discussion of the patentabil-
ity of pending applications will not be had before the first
official action thereon. Interviews should be arranged for in
advance.

(b) In every instance where reconsideration is requested in
view of an interview with an examiner, a complete written
statement of the reasons presented at the interview as warranting
favorable action must be filed by the applicant. An interview
does not remove the necessity for response to Office actions as
specified in §§ 1.111, 1.135.

TIME FOR RESPONSE BY APPLICANT;
ABANDONMENT OF APPLICATION

§ 1.134 Time period for response to an Office action.

An Office action will notify the applicant of any non-
statutory or shortened statutory time period set for response to
an Office action. Unless the applicant is notified in writing that
response is required in less than six months, 4 maximum period
of six months is allowed.

[47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.135 Abandonment for failure to respond within time
limit.

(a) If an applicant of a patent application fails to respond
within the time period provided under §§ 1.134 and 1.136, the
application will become abandoned unless an Office action
indicatés otherwise.

(b) Prosecution of an application to save it from abandon-
ment pursuant to paragraph (a) of this section must include such
complete and proper action as the condition of the case may
require. The admission of an amendment not responsive to the
last Office action, or refusal to admit the same, and any proceed-
ings relative thereto, shall not operate to save the application
from abandonment.

() When action by the applicant is a bona fide attempt to
respond and to advance the case to final action, and is substan-
tially acomplete response to the Office action, but consideration
of some matter or compliance with some requirement has been
inadvertently omitted, opportunity to explain and supply the
omission may be given before the question of abandonment is
considered.

[paras. (a), (b) & (c), 47 FR 41276, Sept. 17, 1982, effective Oct.
1, 1982; para. (d) deleted, 49 FR 555, Jan. 4, 1984, effective Apr. 1,
1984}

§ 1.136 Filing of timely responses with petition and fee
for extension of time and extensions of time for
cause.

(a) If an applicant is required to respond within a non-
statutory or shortened statutory time period, applicant may
respond up to four months after the time period set if a petition
for an'extension of time and the fee set in § 1.17 are filed prior
toor with theresponse, unless (1) applicant is notified otherwise
in an Office action or (2) the application is involved in an
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interference declared pursuantto § 1.611. The date on which the
response, the petition, and the fee have been filed is the date of
the response and also the date for purposes of determining the
period of extension and the corresponding amount of the fee.
The expiration of the time period is determined by the amount
of the fee paid. In no case may an applicant respond later than
the maximum time period set by statute, or be granted an
extension of time under paragraph (b) of this section when the
provisions of this paragraph are available. See § 1.645 for
extension of time in interference proceedings and § 1.550(c) for
extension of time in regxamination proceedings.

(b) When a response with petition and fee for extension of
time cannot be filed pursuant to paragraph (a) of this section, the
time forresponse will be extended only for sufficient cause, and
for a reasonable time specified. Any request for such extension
must be filed on or before the day on which action by the
applicant is due, but in no case will the mere filing of the request
effectany extension. In no case can any extension carry the date
on which response to an Office action is due beyond the
maximum time period set by statute or be granted when the
provisions of paragraph (a) of this section are available. See §
1.645 for extension of time in interference proceedings and §
1.550(c) for extension of time in reexamination proceedings.

[OMB Control No. 0651-0011}

47FR 41277,Sept. 17,1982, effective Oct. 1, 1982;49 FR 555, Jan.
4, 1984, effective Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984, effective
Feb. 11, 1985)

§ 1.137 Revival of abandoned application.

(a) An application abandoned for failure to prosecute may be
revived asa pending application if it is shown to the satisfaction
of the Commissioner that the delay was unavoidable. A petition
to revive an abandoned application must be promptly filed after
the applicant is notified of, or otherwise becomes aware of, the
abandonment, and must be accompanied by a showing of the
causes of the delay, by the proposed response unless it has been
previously filed, and by the petition fee set forth in § 1.17(1).
Such showing must be a verified showing if made by a person
not registered to practice before the Patent and Trademark
Office.

(b) An application unintentionally abandoned for failure to
prosecute, except pursuant of § 1.53(d), may be revived as a
pending application if the delay was unintentional. A petition to
revive an unintentionally abandoned application must be filed
within one year of the date on which the application became
abandoned or be filed within three months of the date of the first
decision on a petition to revive under paragraph (a) of this
section which was filed within one year of the date of abandon-
ment of the application. A petition to revive an unintentionally
abandoned application must be accompanied by: (1) A state-
ment that the abandonment was unintentional; (2) A proposed
response unless it has been previously filed, and (3) a petition
fee as set forth in § 1.17(m). Such statement must be a verified
statement if made by a person not registered to practice before
the Patent and Trademark Office. The Commissioner may
require additional information where there is a question whether
the abandonment was unintentional. The three month period set
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forth in this paragraph may be extended under the provisions of
§ 1.136(a), but no further extensions under § 1.136(b) will be
granted. Petitions to the Commissioner under § 1.183 to waive
any time periods for requesting revival of an unintentionally
abandoned application will not be considered, but will be
returned to the applicant.

(c) Any petition pursuant to paragraph (a) of this section not
filed within six months of the date of abandonment must be
accompanied by a terminal disclaimer with fee under § 1.321
dedicating to the public a terminal part of the term of any patent
granted thereon equivalent to the period of abandonment of the
application.

[OMB Control No. 0651-0011}

[47 FR 41277, Sept. 17, 1982, effective Oct. 1, 1982; para. {(b), 48
FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.138 Express abandonment.

An application may be expressly abandoned by filing in the
Patent and Trademark Office a written declaration of abandon-
ment signed by the applicant and the assignee of record, if any,
and identifying the application. An application may also be
expressly abandoned by filing a written declaration of abandon-
ment signed by the attorney or agent of record. A registered
attorney or agent acting under the provision of § 1.34(a), or of
record, may also expressly abandon a prior application as of the
filing date granted to a continuing application when filing such
acontinuing application. Express abandonment of the applica-
tion may not be recognized by the Office unless it is actually
received by appropriate officialsintime toact thereon before the
date of issue.

[OMB Control No. 0651-0011}]
[47FR 47244,0ct. 25,1982, effective Feb. 27,1983; 49 FR 48416,

Dec. 12, 1984, effective Feb. 11, 1985)

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION

§ 1.141 Different inventions in one national
application.

{a) Two or more independent and distinct inventions may
notbeclaimed in one national application, except that more than
one species of an invention, not to exceed a reasonable number,
may be specifically claimed in different claims in one national
application, provided the application also includes an allowable
claim generic to all the claimed species and all the claims to
species in excess of one are written in dependent form (§ 1.75)
or otherwise include all the limitations of the generic claim.

(b) Where claims to ali three categories, product, process of
making and process of use, are included in a national applica-
tion, a three way requirement for restriction can only be made
where the process of making is distinct from the product. If the
process of making and the product are not distinct, the process
of using may be joined with the claims directed to the product
and the process of making the product even though a showing
of distinctness between the product and process of using the
product can be made.

[52 FR 20046, May 28, 1987, effective July 1, 1987]
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§ 1.142 Requirement for restriction.

(a) If two or more independent and distinct inventions are
claimed in a single application, the examiner in his action shall
require the applicant in his response to that action to clect that
invention to which his claim shall be restricted, this official
action being called a requirement for restriction (also known as
arequirement for division). If the distinctness and independence
of the inventions be clear, such requirement will be made before
any action on the merits; however, it may be made at any time
before final action in the case at the discretion of the examiner.

(b) Claims to the invention or inventions not elected, if not
cancelled, are nevertheless withdrawn from further considera-
tion by the examiner by the election, subject however to rein-
statement in the event the requirement for restriction is with-
drawn or overruled.

§ 1.143 Reconsideration of requirement.

If the applicant disagrees with the requirement for restric-
tion, he may request reconsideration and withdrawal or modifi-
cation of the requirement, giving the reasons therefor (see §
1.111). In requesting reconsideration the applicant must indi-
cate a provisional election of one invention for prosecution,
which invention shall be the one elected in the event the
requirement becomes final. The requirement {or restriction will
be reconsidered on such arequest. If the requirement is repeated
and made final, the examiner will at the same time act on the
claims to the invention elected.

§ 1.144 Petition from requirement for restriction.

Afterafinal requirement for restriction, the applicant, in ad-
dition to making any response due on the remainder of the
action, may petition the Commissioner to review the require-
ment. Petition may be deferred until after final action on or
allowance of claims to the invention elected, but must be filed
not later than appeal. A petition will not be considered if
reconsideration of the requirement was not requested. (See §
1.181)

§ 1.145 Subsequent presentation of claims for different
invention.

If, after an office action on an application, the applicant
presents claims directed to an invention distinct from and
independent of the invention previously claimed, the applicant
will be required to restrict the claims to the invention previously
claimed if the amendment is entered, subject to reconsideration
and review as provided in §§ 1.143 and 1.144,

§ 1.146 Election of species.

In the first action on an application containing a generic
claim and claims restricted separately to each of more than one
species embraced thereby, the examiner may require the appli-
cant in his response to that action to elect that species of his or
her invention to which his or her claim shall be restricted if no
generic claim is held allowable. However, if such application
contains claims directed to more than a reasonable number of
species, the examiner may require restriction of the claims tonot
more than a reasonable number of species before taking further
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action in the case.
(43 FR 20465, May 11, 1978]

DESIGN PATENTS

§ 1.151 Rules applicable.

The rules relating to applications for patents for other inven-
tions or discoveries are also applicable to applications for
patents for designs except as otherwise provided.

§ 1.152 Drawing.

The design must be represented by a drawing made in
conformity with the rules laid down for drawings of mechanical
inventions and must contain a sufficient number of views to
constitute acomplete disclosure of the appearance of the article.
Appropriate surface shading must be used to show the character
orcontour of the surfaces represented. Broken lines may be used
to show visible environmental structure, but may not be used to
show hidden planes and surfaces which cannot be seen through

opaque materials.
{53 FR 47810, Nov. 28, 1988, effective Jan. 1, 1989]

§ 1.153 Title, description and claim, oath or
- declaration.

(@ The title of the design must designate the particular
article. No description, other than a reference to the drawing, is
ordinarily required. The claim shali be in formal terms to the or-
namental design for the article (specifying name) as shown, or
asshown anddescribed. More than one claim is neither required
nor permitted.

(b) The oath or declaration required of the applicant must
comply with § 1.63.

{24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29, 1964; para.
(b), 48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.154 Arrangement of specification.

The following order of arrangement should be observed in
framing design specifications:

(a) Preamble, stating name of the applicant and title of the
design.

(b) Description of the figure or figures of the drawing.

(c) Description, if any.

(d) Claim.

(¢) Signed oath or declaration (See § 1.153(b)).

{24 FR 10332, Dec. 22, 1959, para. (e), 48 FR 2713, Jan. 20, 1983,
effective date Feb. 27, 1983]

§ 1.155 Issue and term of design patents.

(a) If, on examination, it shall appear that the applicant is
entitled to a design patent under the law, a notice of allowance
will be sent to the applicant, or applicant’s attorney or agent,
calling for the payment of the issue fee (§ 1.18(b)). If this issue
fce is not paid within 3 months of the date of the notice of
allowance, the application shall be regarded as abandoned.

(b) The Commissioner may accept the payment of the issue
fee lates than three months after the mailing of the notice of
allowance as though no abandonment had ever occurred if upon

Rev. 11, Apr. 1989

MANUAL OF PATENT EXAMINING PROCEDURE

petition the delay in payment is shown to have been unavoid-
able. The petition to accept the delayed payment must be
promptly filed after the applicant is notified of, or otherwise
becomes aware of, the abandonment, and must be accompanied
by (1) the issue fee, unless it has been previously submitted, (2)
the fee for delayed payment (§ 1.17(1)), and (3) a showing that
the delay was unavoidable. Such showing must be a verified
showing if made by aperson notregistered to practice before the
Patent and Trademark Office.

{(c) The Commissioner may, upon petition, accept the pay-
ment of the issue fe¢ later than three months after the mailing of
the notice of allowance as though no abandonment had ever oc-
curred if the delay in payment was unintentional. The petition to
accept the delayed payment must be filed within one year of the
date on which the application became abandoned or be filed
within three months of the date of the first decision on a petition
under paragraph (b) of this section which was filed within one
year of the date of abandonment of the application. The petition
to accept the delayed payment must be accompanied by (1) the
issue fee, unless it has been previously submitted, (2) the fee for
unintentionally delayed payment (§ 1.17(m)), and (3) a state-
ment that the delay was unintentional. Such statement must be
a verified statement if made by a person not registered to
practice before the Patent and Trademark Office. The Commis-
sioner may require additional information where there is a
question whether the abandonment was unintentional. The
three-month period from the date of the first decision referred to
in this paragraph may be extended under the provisions of §
1.136(a), but no further extensions under § 1.136(b) will be
granted. Petitions to the Commissioner under § 1.183 to waive
any time periods for requesting revival of an unintentionally
abandoned application will not be considered, but will be
returned to applicant.

(d) Any petition pursuant to paragraph (b) of this section not
filed within six months of the date of abandonment must be
accompanied by a terminal disclaimer with fee under § 1.321
dedicating to the public a terminal part of the term of any patent
granted thereon equivalent to the period of abandonment of the
application.

{47 FR 41277, Sept. 17, 1982, effective date Oct. 1, 1982]

PLANT PATENTS

§ 1.161 Rules applicable.

The rules relating to applications for patent for other inven-
tions or discoveries are also applicable to applications for
patents for plants except as otherwise provided.

§ 1.162 Applicant, cath or declaration.

The applicant for a plant patent must be the person who has
invented or discovered and asexually reproduced the new and
distinct variety of plant for which a patent is sought (or as
provided in §§ 1.42, 1.43 and 1.47). The oath or declaration
required of the applicant, in addition to the averments required
by § 1.63, must state that he or she has asexually reproduced the
plant. Where the plant is a newly found plant the oath or
declaration must also state that it was found in a cultivated area.
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[OMB Control No. 0651-0011]
[48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983}

§ 1.163 Specification.

(a) The specification must contain as full and compleie a
disclosure as possible of the plant and the characteristics thereof
that distinguish the same over related known varieties, and its
antecedents, and must particularly point out where and in what
manner the variety of plant has been asexually reproduced. In
the case of a newly found plant, the specification must particu-
larly point out the location and character of the area where the
plant was discovered.

(b) Two copies of the specification (including the claim)
must be submitted, but only one signed oath or declaration is
required. The second copy of the specification may be a legible
carbon copy of the original.

[24 FR 10332, Dec. 22, 1959, para. (b), 48 FR 2713, Jan. 20, 1983,
effective Feb. 27, 1983]

§ 1.164 Claim.

The claim shall be in formal terms to the new and distinct
variety of the specified plant as described and illustrated, and
may also recite the principal distinguishing characteristics.
More than one claim is not permitted.

§ 1.165 Drawings.

(a) Plant patent drawings are not mechanical drawings and
should be artistically and competently executed. Figure num-
bers and reference characters need not be employed unless
required by the examiner. The drawing must disclose all the
distinctive characteristics of the plant capable of visual repre-
sentation.

(b) The drawing may be in color and when color is a distin-
guishing characteristic of the new variety, the drawing must be
incolor. Two copies of color drawings must be submitted. Color
drawings may be made either in permanent water color or oil, or
in lieu thereof may be photographs made by color photography
or properly colored on sensitized paper. Permanently mounted
color photographs are acceptable. The paper in any case must
correspond in size, weight and quality to the paper required for
other drawings. See § 1.84.

[24 FR 10332, Dec. 22, 1959; para. (b), 47 FR 41277, Sept. 17,
1982, effective Oct. 1, 1982]

§ 1.166 Specimens.

The applicant may be required to furnish specimens of the
plant, or its flower or fruit, in a quantity and at a time in its stage
of growth as may be designated, for study and inspection. Such
specimens, properly packed, must be forwarded in conformity
with instructions furnished to the applicant. When it is not
possible to forward such specimens, plants must be made
available for official inspection where grown.

§ 1.167 Examination.

(a) Applications may be submitted by the Patent and Trade-
mark Office to the Department of Agriculture for study and
report.
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§ 1.174

(b) Affidavits or declarations from qualified agricultural or
horticultural experts regarding the novelty and distinctiveness
of the variety of plant may be received when the need of such
affidavits or declarations is indicated.

{24 FR 10332, Deec. 22, 1939; 34 FR 18857, Nov. 26, 1969]

REISSUES

§ 1.171 Application for reissue.

An application for reissue must contain the same parts
required for an application for an original patent, complying
with all the rules relating thereto except as otherwise provided,
and in addition, must comply with the requirements of the rules
relating toreissue applications. The application must be accom-
panied by a certified copy of an abstract of title or an order for
a title report accompanied by the fee set forth in § 1.19(b)(6), to
be placed in the file, and by an offer to surrender the original
patent (§ 1.178).

[OMB Control No. 0651-0011]

[47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982; revised, 54
FR 6893, Feb. 17, 1989, 54 FR 9432, March 7, 1989, effective Apr. 17,
1989]

§ 1.172 Applicants, assignees.

(a) Areissueoath mustbe signed and sworn to ordeclaration
made by the inventor or inventors except as otherwise provided
(see §§ 1.42, 143, 1.47), and must be accompanied by the
written assent of all assignees, if any, owning an undivided
interest in the patent, but a reissue oath may be made and sworn
to or declaration made by the assignee of the entire interest if the
application does not seek to enlarge the scope of the claims of
the original patent.

(b) A reissue will be granted to the original patentee, his
legal representative or assigns as the interest may appear.

[OMB Control No. 0651-0011]

[24 FR 10332, Dec. 22, 1959, para. (a), 48 FR 2713, Jan. 20, 1983,
effective Feb. 27, 1983]

§ 1.173 Specification.

The specification of the reissue application must include the
entire specification and claims of the patent, with the matter to
be omitted by reissue enclosed in square brackets; and any
additions made by the reissue must be underlined, so that the old
and the new specifications and claims may be readily compared.
Claims should not be renumbered and the numbering oi claims
added by reissue should follow the number of the highest
numbered patent claim. No new matter shall be introduced into
the specification.

§ 1.174 Drawings.

(a) The drawings upon which the original patent was issued
may be used inreissue applicationsif no changes whatsoeverare
to be made in the drawings. In such cases, when the reissue
application is filed, the applicant must submit a temporary
drawing which may consist of a copy of the printed drawings of
the patent or a photoprint of the original drawings of the size
required for original drawing.

(b) Amendments which can be made in a reissue drawing,
that is, changes from the drawing of the patent, are restricted.
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{24 FR 10332, Dec. 22, 1959; para. (a), 48 FR 2713, Jan. 20, 1983,
effective Feb. 27, 1983}

§ 1.175 Reissue oath or declaration.

(a) Applicants for reissue, in addition to complying with the
requirements of § 1.63, must also file with their applications a
statement under oath or declaration as follows:

(1) When the applicant verily believes the original patent
to be wholly or partly inoperative or invalid, stating such belief
and the reasons why.

(2) When it is claimed that such patent is so inoperative or
invalid “by reason of a defective specification or drawing,”
particularly specifying such defects.

(3) When it is claimed that such patent is inoperative or
invalid “‘by reason of the patentee claiming more or less than he
had the right to claim in the patent,” distinctly specifying the
excess or insufficiency in the claims.

{4) [Reserved]

(5) Particularly specifying the errors relied upon, and how
they arose or occurred.

(6) Stating that said errors arose “without any deceptive
intention” on the part of the applicant.

(7) Acknowledging a duty to disclose information appli-
cant is aware of which is material to the examination of the
application.

(b) Corroborating affidavits or declarations of others may
be filed and the examiner may, in any case, require additional
information or affidavits or declarations concerning the applica-
tion for reissue and its object.

[OMB Control No. 0651-0011]

[24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29, 1964; 34 FR
18857, Nov. 26, 1969; para. (a), 47 FR 21752, May 19, 1982, effective
July 1,1982; para. (a), 48 FR 2713, Jan. 20, 1983, effective Feb. 27,
1983}

§ 1.176 Examination of reissue,

Anoriginal claim, if re-presented in the reissue application,
is subject to reexamination, and the entire application will be
examined in the same manner as original applications, subject
to the rules relating thereto, excepting that division will not be
required. Applications for reissue will be acted on by the
examiner in advance of other applications, but not sooner than
two months after the announcement of the filing of the reissue
application has appeared in the Official Gazette.

[42 FR 5595, Jan. 28, 1977]

§ 1.177 Reissue in divisions.

The Commissioner may, in his or her discretion, cause
several patents to be issued for distinct and separate parts of the
thing patented, upon demand of the applicant, and upon pay-
ment of the required fee for each division. Each division of a
reissue constitutes the subject of a separate specification de-
scriptive of the part or parts of the invention claimed in such
division; and the drawing may represent only such part or parts,
subjectto the provisions of §§ 1.83 and 1.84. On filing divisional
reissue.applications, they shall be referred to the Commissioner.
Unlesstotherwise ordered by the Commissioner upon petition
and payment of the fee set forth in § 1.17(i)(1), all the divisions
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of a reissue will issue simultaneously; if there be any contro-
versy as to one division, the others will be withheld from issue
until the controversy is ended, unless the Commissioner shall
otherwise order.

[4TFR 41278, Sept. 17, 1982, effective date Oct. 1, 1982; revised,
54 FR 6893, Feb. 15, 1989, 54 FR 9432, March 7, 1989, effective Apr.
17, 1989]

§ 1.178 Original patent.

The application for a reissue must be accompanied by an
offer to surrender the original patent. The application should
also be accompanied by the original patent, or if the original is
lost or inaccessible, by an affidavit or declaration to that effect.
The application may be accepted for examination in the absence
of the original patent or the affidavit or declaration, but one or
the other must be supplied before the case is allowed. If areissue
be refused, the original patent will be retumed to applicant upon
his request.

[OMB Control No. 0651-0011]

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969]

§ 1.179 Notice of reissue application.

When an application for a reissue is filed, there will be
placed in the file of the original patent a notice stating that an ap-
plication for reissue has been filed. When the reissue is granted
or the reissue application is otherwise terminated, the fact will
be added to the notice in the file of the original patent.

PETITIONS AND ACTIONS BY THE COMMISSIONER

§ 1.181 Petition to the Commissioner.

(a)Petition may be taken to the Commissioner: (1) From any
action or requirement of any examiner in the ex parte prosecu-
tion of an application which is not subject to appeal to the Board
of Patent Appeals and Interferences or to the court; (2) in cases
in which a statute or the rules specify that the matter is to be
determined directly by or reviewed by the Commissioner; and
(3) to invoke the supervisory authority of the Commissioner in
appropriate circumstances. For petitions in interferences, see §
1.644.

(b) Any such petition must contain a statement of the facts
involved and the point or points to be reviewed and the action
requested. Briefs or memoranda, if any, in support thereof
should accompany or be embodied in the petition; and where
facts are to be proven, the proof in the form of affidavits or
declarations (and exhibits, if any) must accompany the petition.

(c) When a petition is taken from an action or requirement
of an examiner in the ex parte prosecution of an application, it
may berequired that there have been a proper request for recon-
sideration (§ 1.111) and a repeated action by the examiner. The
examiner may be directed by the Commissioner to furnish a
written statement, within a specified time, setting forth the
reasons for his decision upon the matters averred in the petition,
supplying a copy thereof to the petitioner.

(d) Where a fee is required for a petition to the Commis-
sioner the appropriate section of this part will so indicate. If any
required fee does not accompany the petition, the petition will
be dismissed.
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(e) Oral hearing will not be granted except when considered
necessary by the Commissioner.

(f) Except as otherwise provided in these rules, any such
petition not filed within 2 months from the action complained
of, may be dismissed as untimely. The mere filing of a petition
will not stay the period for reply to an Examiner’s action which
may be running against an application, nor act as a stay of other
proceedings.

(g) The Commissioner may delegate to appropriate Patent
and Trademark Office officials the determination of petitions.

{24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; paras.
(d) & (g). 47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982; para. (a),
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

§ 1.182 Questions not specifically provided fer.

All cases not specifically provided for in the regulations of this
part will be decided in accordance with the merits of each case
by or under the authority of the Commissioner, and such
decision will be communicated to the interested parties in
writing. Any petition seeking a decision under this section must
be accompanied by the petition fee set forth in § 1.17(h).

{47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982}

§ 1.183 Suspension of rules.

In an extraordinary situation, when justice requires, any re-
quirement of the regulations in this part which is not a require-
ment of the statutes may be suspended or waived by the
Commissioner or the Commissioner’s designee, sua sponte, or
on petition of the interested party, subject to such other require-
ments as may be imposed. Any petition under this section must
be accompanied by the petition fee set forth in § 1.17(h).

[47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.184 Reconsideration of cases decided by former
Coemmissioners.
Cases which have been decided by one Commissioner will
not be reconsidered by his successor except in accordance with
the principles which govern the granting of new trials.

APPEAL TO THE BOARD OF PATENT APPEALS AND
INTERFERENCES

AUTHORITY: Secs. 1.191 to 1.198 also issued under 35 U.S.C. 134.

§ 1.191 Appeal to Board of Patent Appeals and
Interferences.

(a) Every applicant for a patent or for reissue of a patent, or
every owner of a patent under reexamination, any of the claims
of which have been twice rejected or who has been given a final
rejection (§ 1.113), may, upon the payment of the fee set forth
in § 1.17(e), appeal from the decision of the examiner to the
Board of Patent Appeals and Interferences within the time
allowed for response.

(b) The appeal in an application must identify the rejected
claim or claims appealed, and must be signed by the applicant
or duly authorized attorney or agent. An appeal in a reecxamina-
tion proceeding must identify the rejected claim or claims
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appealed, and must be signed by the patent owner or duly
authorized attorney or agent.

(c) An appeal when taken must be taken from the rejection
of all claims underrejection which the applicant or patent owner
proposes to contest. Questions relating to matters not affecting
the merits of the invention may be required to be settled before
an appeal can be considered.

(d) The time periods set forth in §§ 1.191 through 1.194,
1.196 and 1.197 are subject to the provisions of § 1.136 for
patent applications or § 1.550(c) for reexamination proceed-
ings.

5 {OMB Control No. 0651-0011}

{46 FR 29183, May 29, 1981; para. (a), 47 FR 41278, Sept. 17,
1982, effective Oct. 1, 1982; para. (d), 49 FR 555, Jan. 4, 1984,
effective Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985]

§ 1.192 Appeliant’s brief.

(a) The appellant shall, within 2 months from the date of the
notice of appeal under § 1.191 in an application, reissue appli-
cation, or patent under reexamination, or within the time al-
lowed for response to the action appealed from, if such time is
later, file a brief in riplicate. The brief must be accompanied by
the requisite fee set forth in § 1.17(f) and must set forth the
authorities and arguments on which the appellant will rely to
maintain the appeal.

(b) On failure to file the brief, accompanied by the requisite
fee, within the time allowed, the appeal shall stand dismissed.

(c) The brief shall contain the following items under appro-
priate headings and in the order here indicated:

(1) Status of Claims. A statement of the status of all the
claims, pending or cancelled, and identifying the claims ap-
pealed.

(2) Status of Amendments. A statement of the status of any
amendment filed subsequent to final rejection.

(3) Summary of Invention. A concise explanation of the
invention defined in the claims involved in the appeal, which
shall refer to the specification by page and line number, and to
the drawing, if any, by reference characters.

(4) Issues. A concise statement of the issues presented for
review,

(5) Grouping of Claims. For each ground of rejection which
appellant contests and which applies to more than one claim, it
will be presumed that the rejected claims stand or fall together
unless a statement is included that the rejected claims do not
stand or fall together, and in the appropriate part or parts of the
argument under subparagraph (c)(6) of this section appellant
presents reasons as to why appellant considers the rejected
claims to be separately patentable.

(6) Argument. The contentions of the appellant with respect
10 each of the issues presented for review in subparagraph (c)(4)
of this section, and the basis therefor, with citations of the
authorities, statutes, and parts of the recordrelied on. Each issue
should be treated under a separate heading.

(i) Foreach rejection under 35 U.S.C. 112, first paragraph,
the argument shall specify the errors in the rejection and how the
first paragraph of 35 U.S.C. 112 is complied with, including, as
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appropriate, how the specification and drawings, if any,

(A) describe the subject matter defined by each of the
rejected claims,

(B) enable any person skilled in the art to make and use the
subject matter defined by each of the rejected claims, and

(C) set forth the best mode contemplated by the inventor of
carrying out his or her invention.

(ii) For each rejection under 35 U.S.C. 112, second para-
graph, the argument shall specify the errors in the rejection and
how the claims particularly point out and distinctly claim the
subject matter which apnlicant regards as the invention.

(iii) For each rejection under 35 U.S.C. 102, the argument
shall specify the errors in the rejection and why the rejected
claims are patentable under 35 U.S.C. 102, including any
specific limitations in the rejected claims which are not de-
scribed in the prior art relied upon in the rejection.

(iv) For each rejection under 35 U.S.C. 103, the argument
shall specify the errors in the rejection and, if appropriate, the
specific limitations in the rejected claims which are not de-
scribed in the prior art relied on in the rejection, and shall explain
how su¢h limitations render the claimed subject matter unobvi-
ous over the prior art. If the rejection is based upon a combina-
tion of references, the argument shall explain why the refer-
ences, taken as a whole, do not suggest the claimed subject
matter, and shall include, as may be appropriate, an explanation
of why features disclosed in one reference may not properly be
combined with features disclosed in another reference. A gen-
eral argument that all the limitations are notdescribed in a single
reference does not satisfy the requirements of this paragraph.

(v) For any rejection other than those referred to in para-
graphs (c)(6)(i) to (iv) of this section, the argument shall specify
the errors in the rejection and the specific limitations in the
rejected claims, if appropriate, or other reasons, which cause the
rejection to be in error.

(7) Appendix. An appendix containing a copy of the claims
involved in the appeal.

(d) If a brief is filed which does not comply with all the
requirements of paragraph (c) of this section, the appellant will
be notified of the reasons for non-compliance and provided with
a period of one month within which to file an amended brief. If
the appellant does not file an amended brief during the one-
month period, or files an amended brief which does not over-
come all the reasons for non-compliance stated in the notifica-
tion, the appeal will be dismissed. Any arguments or authorities
not included in the brief may be refused consideration by the
Board of Patent Appeals and Interferences.

[36 FR 5850, Mar. 30, 1971; para. (a), 47 FR 41278, Sept. 17, 1982,
effective Oct. 1,1982; para. (a), 49 FR 556, Jan. 4, 1984, effective Apr.
1, 1984; 53 FR 23734, June 23, 1988, effective Sept. 12, 1988]

§ 1.193 Examiner’s answer.

(a) The primary examiner may, within such time as may be
directed by the Commissioner, furnish a written statement in
answer to the appellant’s brief including such explanation of the
invenuon claimed and of the references and grounds of rejection
as may be necessary, supplying a copy to the appellant. If the
primary examiner shall find that the appeal is not regular in form
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or does not relate to an appealable action, he shall so state and
a petition from such decision may be taken to the Commissioner
asprovided in § 1.181.

(b) The appellant may file a reply brief directed only to such
new points of argument as may be raised in the examiner's
answer, within one month from the date of such answer. The
new points of argument shall be specifically identified in the
reply brief. If the examiner determines that the reply brief is not
directed only to new points of argument raised in the examiner’s
answer, the examiner may refuseentry of the reply brief and will
so notify the appellant. If the examiner’s answer states a new
ground of rejection appellant may file areply thereto within two
months from the date of such answer; such reply may be accom-
panied by any amendment or material appropriate to the new
ground.

(c) Any decision pursuantto § 1.56(d) rejecting claims inan
application already under appeal of a rejection based on other
grounds shall constitute a supplemental examiner’s answer
introducing a new ground of rejection and removing the suspen-
sion of the appeal introduced pursuant to § 1.56(¢), in which
case appellant may file a reply thereto within two months from
the date of the supplemental examiner’s answer. Such reply will
be considered and responded toasnecessary. Appellant may file
areply brief directed to any such response within one month of
the date of response or within such other time as may be set in
the response.

[24 FR 10332, Dec. 22, 1959; 34 FR 18858, Nov.26, 1969; para.
(c), 47 FR 21752, May 19, 1982, added effective July 1, 1982; para. (b),
S0 FR 9382, Mar. 7, 1985, effective May 8, 1985; 53 FR 23735, June
23, 1988, effective Sept. 12, 1988]

§ 1.194 Oral hearing.

(@) An oral hearing should be requested only in those
circumstances in which the appellant considers such a hearing
necessary or desirable for a proper presentation of his appeal.
An appeal decided without an oral hearing will receive the same
consideration by the Board of Patent Appeals and Interferences
as appeals decided after oral hearing.

(b) If appellant desires an oral hearing, appellant must file a
written request for such hearing accompanied by the fee set forth
in § 1.17(g) within one month after the date of the examiner’s
answer. If the examiner’s answer states a new ground of rejec-
tion and if appellant files a reply as provided for by § 1.193(b),
then the written request must be made within three months after
the date of the filing of the reply. If appellant requests an oral
hearing and submits therewith the fee set forth in § 1.17(g), an
oral argument may be presented by, or on behalf of, the primary
examiner if considered desirable by either the primary examiner
or the Board.

(c) If no request and fee for oral hearing have been timely
filed by the appellant, the appeal will be assigned for considera-
tion and decision. If the appellant has requested an oral hearing
and has submitted the fee set forth in § 1.17(g), a day of hearing
will be set, and due notice thereof given to the appellant and to
the primary examiner. Hearing will be held as stated in the
notice, and oral argument will be limited to twenty minutes for
the appellant and fifteen minutes for the primary examiner
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unless otherwise ordered before the hearing begins.

[42FR 5595, Jan. 28, 1977; paras. (b) & (¢), 47 FR 41278, Sept. 17,
1982, effective Oct. 1, 1982; para. (a), 49 FR 48416, Dec. 12, 1984,
effective Feb, 11, 1985; para. (b) revised 53 FR 23735, June 23, 1988,
effective Sept. 12, 1988]

§ 1.195 Affidavits or declarations after appeal.

Affidavits, declarations, or exhibits submitted after the case
has been appealed will not be admitted without a showing of
good and sufficient reasons why they were not earlier presented.

[34 FR 18858, Nov. 26, 1969]

§ 1.196 Decisior by the Board of Patent Appeals and
Interferences.

(a) The Board of Patent Appeals and Interferences, in its
decision, may affirm or reverse the decision of the examiner in
whole or in part on the grounds and on the claims specified by
the examiner. The affirmance of the rejection of a claim on any
of the grounds specified constitutes a general affirmance of the
decision of the examiner on that claim, except as to any ground
specifically reversed.

(b) Should the Board of Patent Appeals and Interferences
have knowledge of any grounds not involved in the appeal for
rejecting any appealed claim, it may include in the decision a
statement to that effect with its reasons for so holding, which
statement shall constitute a new rejection of the claims. When
the Board of Patent Appeals and Interferences make a new
rejection of an appealed claim, the appellant may exercise any
one of the following three options:

(1) The appellant may submit an appropriate amendment
of the claims so rejected or a showing of facts, or both, and have
the matter reconsidered by the examiner in which event the ap-
plication will be remanded to the examiner and the decision of
the Board of Patent Appeals and Interferences shall not be con-
sidered final for the purpose of judicial review. The statement
shall be binding upon the examiner unless an amendment or
showing of facts not previously of record be made, which, in the
opinion of the examiner, overcomes the new ground for rejec-
tion stated in the decision. Should the examiner again reject the
application the applicant may again appeal to the Board of
Patent Appeals and Interferences. When appropriate, upon con-
clusion of proceedings on remand before the examiner, the
Board of Patent Appeals and Interferences may enter an order
otherwise making its decision final.

(2) The appellant may have the case reconsidered under §
1.197(b) by the Board of Patent Appeals and Interferences upon
the same record. Where request for such reconsideration is
made the Board of Patent Appeals and Interferences shall, if
necessary, renderanew decision which shall include all grounds
upon which a patent is refused.

(3) The appellant may treat the decision, including the new
grounds for rejection given by the Board of Patent Appeals and
Interferences, as a final decision in the case.

(c) Should the decision of the Board of Patent Appeals and
Interferences include an explicit statement that a claim may be
allowed in amended form, appellant shall have the right to
amend in conformity with such statement which shall be bind-
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ing on the examiner in the absence of new references or grounds
of rejection,

(d) Although the Board of Patent Appeals and Interferences
normally will confine its decision to areview of rejections made
by the examiner, should it have knowledge of any grounds for
rejecting any allowed claim it may include in its decision a
recommended rejection of the claim and remand the case to the
examiner. In such event, the Board shall set a period, not less
than one month, within which the appellant may submit to the
examiner an appropriate amendment, a showing of facts or
reasons, or both, in order to avoid the grounds set forth in the
recommendation of the Board of Patent Appeals and Interfer-
ences. The examiner shall be bound by the recommendation and
shall enter and maintain the recommended rejection unless an
amendment or showing of facts not previously of record is filed
which, in the opinion of the examiner, overcomes the recom-
mended rejection. Should the examiner make the recommended
rejection final the applicant may again appeal to the Board of
Patent Appeals and Interferences. Whenever a decision of the
Board of Patent Appeals and Interferences includes a remand,
that decision shall not be considered a final decision. When
appropriate, upon conclusion of proceedings on remand before
the examiner, the Board of Patent Appeals and Interferences
may enter an order otherwise making its decision final.

[24 FR 10332, Dec. 12, 1959; 49 FR 29183, May 29, 1981; 49 FR
48416, Dec. 12, 1984, effective Feb. 12, 1985; para. (b) revised 53 FR
23735, June 23, 1988, effective Sept. 12, 1988]

§ 1.197 Action following decision.

(a) After decision by the Board of Patent Appeals and Inter-
ferences, the case shall be returned to the examiner, subject to
the appellant’s right of appeal or other review, for such further
action by the appellant or by the examiner, as the condition of
the case may require, to carry into effect the decision.

(b) A single request for reconsideration or modification of
the decision may be made if filed within one month from the date
of the original decision, unless that decision is so modified as to
become, in effect, a new decision, and the Board of Patent
Appeals and Interferences so states.

(c) Proceedings are considered terminated by the dismissal
of an appeal or the failure to timely file an appeal to the court or
acivil action (§ 1.304) except: (1) Where claims stand allowed
in an application or (2) where the nature of the decision requires
further action by the examiner. In such cases, the date of
termination of proceedings is the date on which the appeal is
dismissed or the date on which the time for appeal to court or
review by civil action (§ 1.304) expires. If an appeal to the court
or a civil action has been filed, proceedings are similarly
considered terminated when the appeal or civil action is termi-
nated. :

[46 FR 29184, May 29, 1981; para. (a), 47 FR 41278, Sept. 17,
1982, effective Oct. 1, 1982; 49 FR 556, Jan. 4, 1984, effective Apr. 1,
1984; paras. (a) & (b), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985]

§ 1.198 Reopening after decision.
Cases which have been decided by the Board of Patent
Appeals and Interferences will not be reopened or reconsidered

Rev. 11, Apr. 1989



§ 1.248

by the primary examiner except under the provisions of § 1.196
without the written authority of the Commissioner, and then
only for the consideration of matters not already adjudicated,

sufficient cause being shown.
[49 FR 48416, Dec. 12, 1984, effective date Feb, 11, 1985}

MISCELLANEOUS PROVISIONS

§ 1.248 Service of papers; manner of service; proof of
service in cases other than interferences,

(a) Service of papers must be on the attorney or agent of the
party if there be such or on the party if there is no attorney or
agent, and may be made in any of the following ways:

(1) By delivering a copy of the paper to the person served;

(2) By leaving a copy at usual place of business of the
person served with someone in his employment;

(3) When the person served has no usual place of business,
by leaving a copy at the person’sresidence, with some person of
suitable age and discretion who resides there;

(4) Transmissions by first class mail. When service is by
mail the date of mailing will be regarded as the date of service.

(5) Whenever it shall be satisfactorily shown to the Com-
missioner that none of the above modes of obtaining or serving
the pager is practicable, service may be by notice published in
the Official Gazette.

(b) Papers filed in the Patent and Trademark Office which
are required to be served shall contain proof of service. Proof of
service may appear on or be affixed to papers filed. Proof of
service shall include the date and manner of service. In the case
of personal service, proof of service shall also include the name
of any person served, certified by the person who made service.
Proof of service may be made by: (1) An acknowledgement of
service by or on behalf of the person served or (2) a statement
signed by the attorney or agent containing the information
required by this section.

(c) See § 1.646 for service of papers in interferences.

[46 FR 29184, May 29, 1981; 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985}

PROTESTS AND PUBLIC USE PROCEEDINGS

§ 1.291 Protests by the public against pending applications.

(a) Protests by a member of the public against pending ap-
plications will be referred to the examiner having charge of the
subject matter involved. A protest specifically identifying the
application to which the protest is directed will be entered in the
application file if (1) the protest is timely submitted; and (2) the
protest is either served upon the applicant in accordance with §
1.248, or filed with the Office in duplicate in the event service
is not possible.

(b) A protest submitted in accordance with the second
sentence of paragraph (a) of this section will be considered by
the Office if it includes (1) a listing of the patents, publications
orother informationrelied upon; (2) aconcise explanationof the
rclevance of each listed item; (3) a copy of each listed patent or
publicdtion or other item of information in written form or at
least the pertinent portions thereof; and (4) an English language
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translation of all the necessary and pertinent parts of any non-
English language patent, publication, or other item of informa-
tion in written form relied upon.

(c) Anacknowledgement of the entry of aprotest under para-
graph (a) of this section in a reissue application file will be sent
to the member of the public filing the protest. A member of the
public filing a protest under paragraph (a) of this section in an
application for an original patent will not receive any commu-
nications from the Office relating to the protest, other than the
return of a self-addressed postcard which the member of the
public may include with the protest in order to receive an
acknowledgment by the Office that the protest has been re-
ceived. The Office will communicate with the applicant regard-
ing any protest entered in the application file and may require
the applicant to supply information pursuant to paragraph (a) of
§ 1.56, including responses to specific questions raised by the
protest, in order for the Office to decide any issues raised by the
proiest. The active participation of the member of the public
filing a protest pursuant to paragraph (a) of this section ends
with the filing of the protest and no further submission on behalf
of the protestor will be acknowledged or considered unless such
submission raises new issues which could not have been earlier

presented, and thereby constitutes a new protest.
[47 FR 21752, May 19, 1982, effective July 1, 1982}

§ 1.292 Public use proceedings.

(a) When a petition for the institution of public use proceed-
ings, supported by affidavits or declarations and the fee set forth
in § 1.17(j), is filed by one having information of the pendency
of an application and is found, on reference to the examiner, to
make a prima facie showing that the invention claimed in an ap-
plication believed to be on file had been in public use or on sale
more than one year before the filing of the application, a hearing
may be had before the Commissioner to determine whether a
public use proceeding should be instituted. If instituted, the
Commissioner may designate an appropriate official to conduct
the public use proceeding, including the setting of times for
taking testimony, which shall be taken as provided by §§ 1.671
through 1.685. The petitioner will be heard in the proceedings
but after decision therein will not be heard further in the
prosecution of the application for patent.

(b) The petition and accompanying papers should either: (1)
Reflect that a copy of the same has been served upon the
applicant or upon his attorney or agent of record; or (2) be filed
with the Office in duplicate in the event service is not possible.
The petition and accompanying papers, or a notice that such a
petition has been filed, shall be entered in the application file.

(c) A petition for institution of public use proceedings shall
not be filed by a party to an interference as to an application
involved in the interference. Public use and on sale issues in an
interference shall be raised by a preliminary motion under §
1.633(a).

[42 FR 5595, Jan. 28, 1977; para. (a), 47 FR 41279, Sept. 17, 1982;
paras. (2) & (c), 49 FR 48416, Dec. 12, 1984, effective Feb. 12, 1985}

§ 1.293 Statutory invention registration.
(a) An applicant for an original patent may request, at any
time during the pendency of applicant’s pending complete ap-
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plication, that the specification and drawings be published as a
statutory invention registration, Any such request must be
signed by (1) the applicant and any assignee of record or (2) an
attorney or agent of record in the application.

(b) Any request for publication of a statutory invention reg-
istration must include the following parts:

(1) A waiver of the applicant’s right to receive a patent on
the invention claimed effective upon the date of publication of
the statutory invention registration;

(2) The required fee for filing a request for publication of
a statutory invention registration as provided forin § 1.17(n) or
(0);

(3) A siatement that in the opinion of the requester, the
application to which the request is directed meets the require-
ments of 35 U.S.C. 112; and

(4) A statement that, in the opinion of the requester, the
application to which the request is directed complies with the
formal requirements of this part for printing as a patent.

(c) A waiver filed with a request for a statutory invention
registration will be effective, upon publication of the statutory
invention registration, to waive the inventor’s right to receive a
patent on the invention claimed in the statutory invention
registration, in any application for an original patent which is
pending on, or filed after, the date of publication of the statutory
invention registration. A waiver filed with a request for a
statutory invention registration will not affect the rights of any
other inventor even if the subject matter of the statutory inven-
tion registration and an application of another inventor are
commonly owned. A waiver filed with a request for a statutory
invention registration will not affect any rights in a patent to the
inventor which issued prior to the date of publication of the
statutory invention registration unless a reissue application is
filed seeking to enlarge the scope of the claims of the patent. See
also § 1.106(e).

{OMB Control No. 0651-0018]

[50 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

§ 1.294 Examination of request for publication of a
statutory invention registration and patent
application to which the request is directed.

(a) Any request for a statutory invention registration will be
examined to determine if the requirements of § 1.293 have been
met. The application to which the request is directed will be
examined to determine (1) if the subject matter of the applica-
tion is appropriate for publication, (2) if the requirements for
publication are met, and (3) if therequirementsof 35 U.S.C. 112
and § 1.293 of this part are met.

(b) Applicant will be notified of the results of the examina-
tion set forth in paragraph (a) of this section. If the requirements
of § 1.293 and this section are not met by the request filed, the
notification to applicant will set a period of time within which
to comply with the requirements in order to avoid abandonment
of the application. If the application does not meet the require-
mentsof 35U.S.C. 112, the notification toapplicant will include
a rejection under the appropriate provisions of 35 U.S.C. 112.
The periods for response established pursuant to this section are
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subject to the extension of time provisions of § 1.136. After
response by the applicant, the application will again be consid-
ered for publication of a statutory invention registration, If the
requirements of § 1.293 and this section are not timely met, the
refusal to publish will be made final. If the requirements of 335
U.S.C. 112 are not met, the rejection pursuant to 35 U.S.C. 112
will be made final. .

(c) If the examination pursuant to this section results in
approval of the request for a statutory invention registration the
applicant will be notified of the intent to publish a statutory
invention registration.

{50 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

§ 1.295 Review of decision finally refusing to publish a
statutory invention registration.

(a) Any requester who is dissatisfied with the final refusal
to publish a statutory invention registration for reasons other
than compliance with 35 U.S.C. 112 may obtain review of the
refusal to publish the statutory inventionregistration by filing a
petition to the Commissioner accompanied by the fee set forth
in § 1.17(h) within one month or such other time as is setin the
decisionrefusing publication. Any such petition should comply
with the requirements of § 1.181(b). The petition may include a
request that the petition fee be refunded if the final refusal to
publish a statutory invention registration for reasons other than
compliance with 35 U.S.C. 112 is determined to result from an
error by the Patent and Trademark Office.

(b) Any requester who is dissatisfied with a decision finally
rejecting claims pursuantto 35 U.S.C. 112 may obtain review of
the decision by filing an appeal to the Board of Patent Appeals
and Interferences pursuant to § 1.191. If the decision rejecting
claims pursuant to 35 U.S.C.112 is reversed, the request for a
statutory invention registration will be approved and the regis-
tration published if all of the other provisions of § 1.293 and this
section are met.

[OMB Control No. 0651-0018]

[S0 FR 9382, Mar. 7, 1985, effective May 8, 1985]

§ 1.296 Withdrawal of request for publication of
statutory invention registration.

A request for a statutory invention registration which has
been filed, may be withdrawn prior to the date of the notice of
the intent to publish a statutory invention registration issued
pursuantto § 1.294(c) by filing a request to withdraw the request
for publication of a statutory invention registration. The request
to withdraw may also include a request for a refund of any
amount paid in excess of the application filing fee and a
handling fee of $120 which will be retained. Any request to
withdraw the request for publication of a statutory invention
registration filed on or after the date of notice of intent to publish
issued pursuant to § 1.294(c) must be in the form of a petition
pursuantto § 1.183 accompanied by the fee setforthin§ 1.17(h).

{OMB Control No. 0651-0018]

[SOFR 9382, Mar. 7, 1985, effective date May 8, 1985; revised, 54
FR 6893, Feb. 15, 1989, effective Apr. 17, 1989]
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§ 1.297 Publication of statutory invention
registration.

(a) If the request for a statutory invention registration is
approved the statutory invention registration will be published.
The statutory invention registration will be mailed to the re-
quester at the correspondence address as provided for in §
1.33(a). A notice of the publication of each statutory invention
registration will be published in the Official Gazette.

(b) Each statutory invention registration published will
include a statement relating to the attributes of a statutory
invention registration. The statement will read as follows:

A statutory invention registration is not a patent. It has the
defensive attributes of a patent but does not have the enforce-
able attributes of a patent. No article or advertisement or the
like may use the term patent, or any term suggestive of a patent,
when referring to a statutory invention registration. For more
specific information on the rights associated with a statutory
invention registration see 35 U.S.C. 157.

[50 FR 9382, Mar. 7, 1985, effective May 8, 1985; 50 FR 31826,
Aug. 6, 1985, effective Oct. 5, 1985]

REVIEW OF PATENT AND TRADEMARK OFFICE
DECISIONS BY COURT

§ 1.301 Appeal to U.S. Court of Appeals for the Federal
=Circuit.

Any applicant or any owner of a patent involved in a reex-
amination proceeding dissatisfied with the decision of the
Board of Patent Appeals and Interferences, and any party to an
interfergnce dissatisfied with the decision of the Board of Patent
Appeals and Interferences, may appeal to the U.S. Court of
Appeals for the Federal Circuit. The appellant must take the
following steps in such an appeal: (a) In the Patent and Trade-
mark Office file a written notice of appeal directed to the
Coramissioner (see §§ 1.302 and 1.304); and (b) in the Court,
file a copy of the notice of appeal and pay the fee for appeal, as
provided by the rules of the Court. The certified list of docu-
ments and any original or certified copies of such documents
required by the Court will be transmitted to the Court by the
Patent and Trademark Office.

[47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; 50 FR 9383, Mar. 7, 1985,
effective May 8, 1985]

§ 1.302 Notice of appeal.

(a) Whenan appeal is taken to the U.S. Court of Appeals for
the Federal Circuit, the appellant shall give notice thereof to the
Commissioner within the time specified in § 1.304.

(b) In interferences, the notice must be served as provided
in § 1.646.

(c) A notice of appeal, if mailed to the Office, shall be
addressed as follows: Box 8, Commissioner of Patents and
Trademarks, Washington, DC 20231.

[24 FR 10332, Dec. 22, 1959; para. (a), 47 FR 47381, Oct. 26, 1982,
effective Oct. 26, 1982; 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; 50FR 9383, Mar. 7, 1985, effective May 8, 1985; para. (c) added,
53 FR 1q414. May 8, 1988]
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§ 1.303 Civil action under 35 U.S.C. 145, 146, 306.

(a) Any applicant or any owner of a patent involved in a
reexamination proceeding dissatisfied with the decision of the
Board of Patent Appeals and Interferences, and any party
dissatisfied with the decision of the Board of Patent Appealsand
Interferences may, instead of appealing to the U.S. Court of
Appeals for the Federal Circuit ( § 1.301), have remedy by civil
action under 35 U.S.C. 145 or 146, as appropriate. Such civil
action must be commenced within the time specified in § 1.304.

(b) If an applicant in an ex parte case or an owner of a patent
involved in a reexamination procecding has taken an appeal to
the U.S. Court of Appeals for the Federal Circuit, he or she
thereby waives his or her right to proceed under 35 U.S.C. 145.

(c) If any adverse party to an appeal taken to the U.S. Court
of Appeals for the Federal Circuit by a defeated party in an
interference procesding files notice with the Commissioner
within twenty days after the filing of the defeated party’s notice
of appeal to the court ( § 1.302), that he or she elects to have all
further proceedings conducted as provided in 35 U.S.C. 146,
certified copies of such notices will be transmitted to the U.S.
Court of Appeals for the Federal Circuit for such action as may
be necessary. The notice of election must be served as provided
in § 1.646.

[47FR47381,0ct. 26, 1982, effective Oct. 26, 1982; 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985]

§ 1.304 Time for appeal or civil action.

(a) The time for filing the notice of appeal to the U.S. Court
of Appeals for the Federal Circuit ( § 1.302) or for commencing
acivilaction ( § 1.303) is sixty days from the date of the decision
of the Board of Patent Appeals and Interferences. If a request for
reconsideration or modification of the decision is filed within
the time period provided under § 1.197(b) or § 1.658(b), the time
for filing an appeal or cormmmencing a civil action shall expire at
the end of the sixty-day period or thirty days after action on the
request, whichever is later. Except for an appeal from or
commencingacivil action after adecision of the Board of Patent
Appeals and Interferences in a reexamination proceeding or an
interference proceeding, the time periods set forth herein are
subject to the provisions of § 1.136. See § 1.550(c) for exten-
sions of time to appeal or commence a civil action in a reexami-
nation proceeding. See § 1.645(a) for extensions of time 10
appeal or commence a civil action in an interference. An
examiner-in-chief, upon a showing of excusable neglect, may
extend the time for seeking judicial review of a decision of the
Board of Patent Appeals and Interferences in an interference
case when arequest is untimely filed after expiration of the time
prescribed by this section.

(b) The times specified herein are calendar days. If the last
day of the time specified for appeal or commencing acivil action
fallsona Saturday, Sunday orlegal holiday, the time isextended
to the next day which is neither a Saturday, Sunday nor a
holiday.

(c) If adefeated party to an interference has taken an appeal
to the U.S. Court of Appeals for the Federal Circuit and an
adverse party has filed notice under 35 U.S.C. 141 that he or she
electsto have all further proceedings conducted under 35U.S.C.
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146 ( § 1.303(c)), the time for filing a civil action thereafter is

specified in 35 U.S.C, 141,

[41 FR 758, Jen. 5, 1976; para. (a) & (c), 47 FR 47382, Oct. 26,
1982; para. (a), 49 FR 556, Jan. 4, 1984, effective Apz. 1, 1984; para.
(a)49 FR Dec. 12, 1984, effective Feb. 11, 1985; para. (2), 50 FR 9383,
Mar. 7, 1985, effective May 8, 1985]

ALLOWANCE AND ISSUE OF PATENT

§ 1.311 Notice of Allowance.

(a) If, on examination, it shall appear that the applicant is
entitled to a patent under the law, a notice of allowance will be
sent to applicant at the correspondence address indicated in §
1.33, calling for the payment of a specified sum constituting the
issue fee ( § 1.18), which shall be paid within 3 months from the
date of the mailing of the notice of allowance.

(b) An authorization to charge the issue fee ( § 1.18) to a
deposit account may be filed in an individual application, either
before or after mailing of the notice of allowance. Where an
authorization to charge the issue fee to a deposit account has
been filed before the mailing of the notice of allowance, the
issue fee will be automatically charged to the deposit account at
the time of mailing the notice of allowance.

[OMB Control No. 0651-0011]

[47 FR 41279, Sept. 17, 1982, effective date Oct. 1, 1982}

§ 1.312 Amendments after allowance.

(a) No amendment may be made as a matter of right in an
application after the mailing of the notice of allowance. Any
amendment pursuant to this paragraph filed before the payment
of the issue fee may be entered on the recommendation of the
primary examiner, approved by the Commissioner, without
withdrawing the case from issue.

(b) Any amendment pursuant to paragraph (a) of this section
filed after the date the issue fee is paid must be accompanied by
a petition including the fee set forth in § 1.17(i) and a showing
of good and sufficient reasons why the amendment is necessary
and was not earlier presented.

§ 1.313 Withdrawal from issue.

(a) Applications may be withdrawn from issue for further
action at the initiative of the Office or upon petition by the
applicant. Any such petition by the applicant must include a
showing of good and sufficient reasons why withdrawal of the
application is necessary and, if the reason for the withdrawal is
not the fault of the Office, must be accompanied by the fee set
forth in § 1.17(i)(1). If the application is withdrawn from issue,
anew notice of allowance will be sent if the application is again
allowed. Any amendment accompanying a petition to withdraw
an application from issue must comply with the requirements of
§ 1.312,

(b) When the issue fee has been paid, and the patent to be
issued has received its issue date and patent number, the appli-
cation will not be withdrawn from issue for any reason except
(1) mistake on the part of the Office, (2) a violation of § 1.56 or
illegality in the application, (3) unpatentability of one or more
claims, or (4) for interference.

{47 FR 41280, Sept. 17, 1982, effective Oct. 1, 1982; para. (a), 54
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FR 6893, Feb. 15, 1989, 54 FR 9432, Masch 7, 1989, effective Apz. 17,
1989]

§ 1.314 Issuance of patent,

If payment of the issue fee is timely made, the patent will
issue in regular course unless

(a) The application is withdrawn from issue ( § 1.313) or

(b) Issuance of the patent is deferred.
Any petition by the applicant requesting a deferral of the
issuance of a patent must be accompanied by the fee set forth in
§ 1.17(1)(1) and must include a showing of good and sufficient
reasons why it is necessary to defer issuance of the patent.

[OMB Control No. 0651-0011]

[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982; revised,
54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989]

§ 1.315 Delivery of patent.

The patent will be delivered or mailed on the day of its date
to the attorney or agent of record, if there be one; or if the
attorney or agent so request, to the patentee or assignee of an
interest therein; or, if there be no attorney or agent, to the
patentee or to the assignee of the entire interest, if he so request.

§ 1.316 Application abandoned for failure to pay issue fee.

(2) If the issue fee is not paid within 3 months from the date
of the notice of allowance, the application will be regarded as
abandoned. Such an abandoned application will not be consid-
ered as pending before the Patent and Trademark Office.

(b) The Commissioner may accept the payment of the issue
fee later than three months after the mailing of the notice of
allowance as though no abandonment had ever occurred if upon
petition the delay in payment is shown to have been unavoid-
able, The petition to accept the delayed payment must be
promptly filed after the applicant is notified of, or otherwise
becomes aware of, the abandonment, and must be accompanied
by (1) the issue fee, unless it has been previously submitted, (2)
the fee for delayed payment (§ 1.17(1)), and (3) a showing that
the delay was unavoidable. Such showing must be a verified
showing if made by a person notregistered to practice before the
Patent and Trademark Office.

(c) The Commissioner may, upon petition, accept the pay-
ment of the issue fee later than three months after the mailing of
the notice of allowance as though no abandonment had ever oc-
curred if the delay in payment was unintentional. The petition to
accept the delayed payment must be filed within one year of the
date on which the application became abandoned or be filed
within three months of the date of the first decision ona petition
under paragraph (b) of this section which was filed within one
year of the date of abandonment of the application. The petition
to accept the delayed payment must be accompanied by (1) the
issue fee, unless it has been previously submitted, (2) the fee for
unintentionally delayed payment (§ 1.17(m)), and (3) a state-
ment that the delay was unintentional. Such statement must be
a verified statement if made by a person not registered to
practice before the Patent and Trademark Office. The Commis-
sioner may require additional information where there is a
question whether the abandonment was unintentional. The
three-month period from the date of the first decision referred to
Rev. 11, Apr. 1989
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in this paragraph may be extended under the provisions of §
1.136(a), but no further extensions under & 1.136(b) will be
granted. Petitions to the Commissioner under § 1.183 to waive
any time periods for requesting revival of an uninientionally
abandoned application will not be considered, but will be
returned to the applicant.

(d) Any petition pursuant to paragraph (b) of this section not
filed within six months of the date of abandonment must be
accompanied by a terminal disclaimer with fee under § 1.321
dedicating to the public a terminal part of the term of any patent
granted thereon equivalent to the period of abandonment of the
application.

[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982]

§ 1.317 Lapsed patents; delayed payment of balance of
issue fee,

(a) If the issue fee was paid prior to October 1, 1982, any
remaining balance of the issue fee is to be paid within three
months from the date of notice thereof and, if not paid, the patent
will lapse at the termination of the three month period.

(b). The Commissioner may accept the payment of the re-
maining balance of the issue fee later than three months after the
mailing of the notice thereof as though no lapse had ever
occurred if upon petition the delay in payment is shown to have
been umavoidable. The petition to accept the delayed payment
must be promptly filed after the applicant is notified of, or
otherwise becomes aware of, the lapse, and must be accompa-
nied by (1) the remaining balance of the issue fee, unless it has
been-previously submitted, (2) the fee for delayed payment ( §
1.17(i);and (3) a showing that the delay was unavoidable. Such
showing must be a verified showing if made by a person not
registered to practice before the Patent and Trademark Office.

(c) The Commissioner may, upon petition, accept the pay-
ment of the remaining balance of the fee later than three months
after the mailing of the notice thereof as though no lapse had
ever occurred if the delay in payment was unintentional. The
petition to accept the delayed payment must be filed within one
year of the date on which the patent lapsed or be filed within
three months of the date of the first decision on a petition under
paragraph (b) of this section which was filed within one year of
the date of the lapse of the patent. The petition to accept the
delayed payment must be accompanied by (1) the remaining
balance of the issue fee, unless it has been previously submitted,
(2) the fee for unintentionally delayed payment ( § 1.17(m)), and
(3) astatement that the delay was unintentional. Such statement
must be a verified statement if made by a person not registered
to practice before the Patent and Trademark Office. The Com-
missioner may require additional information where there is a
question whether the delay in payment was unintentional. The
three-month period from the date of the first decision referred to
this paragraph may be extended under the provisions of §
1.136(a), but no further extensions under § 1.136(b) will be
granted. Petitions to the Commissioner under § 1.183 to waive
any time periods forrequesting acceptance of an unintentionally
delayed payment will not be considered, but will be returned to
the appli;cant.

(d) Any petition pursuant to paragraph (b) of this section not
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filed within six months of the date of lapse must be accompanied
by a terminal disclaimer with fee under § 1.321 dedicating to the
public a terminal part of the term of the patent equivalent to the

period of lapse of the patent.
[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982]

§ 1.318 Notification of national publication of a patent
based on an international application.

The Office will notify the International Bureau when a
patent is issued on an application filed under 35 U.S.C. 371, and
there has been no previous international publication.

[43 FR 20465, May 11, 1978]

DISCLAIMER

§ 1.321 Statutory disclaimer

(a) A disclaimerunder 35U.S.C. 253 must be accompanied
by the fee set forth in § 1.20(d) and identify the patent and the
claim or claims which are disclaimed, and be signed by the
person making the disclaimer, who shall state therein the extent
of his or her interest in the patent. A disclaimer which is not a
disclaimer of a complete claim or claims may be refused
recordation. A notice of the disclaimer is published in the
Official Gazette and aitached to the printed copies of the
specification. In like manner any patentee or applicant may
disclaim or dedicate to the public the entire term, or any terminal
part of the term, of the patent granted or to be granted.

(b) A terminal disclaimer, when filed in an application to
obviate a double patenting rejection, must be accompanied by
the fee set forth in § 1.20(d) and include a provision that any
patent granted on that application shall be enforceable only for
and during such period that said patent is commonly owned with
the application or patent which formed the basis for the rejec-
tion.

{OMB Control No. 0651-0011]

[47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982]

CORRECTION OF ERRORS IN PATENT

§ 1.322 Certificate of correction of Office mistake,

(a) A certificate of correction under 35 U.S.C. 254 may be
issued at the request of the patentee or the patentee’s assignee.
Such certificate will not be issued at the request or suggestion of
anyone notowning an interest in the patent, nor on motion of the
Office, without first notifying the patentee (including any as-
signee of record) and affording the patentee an opportunity to be
heard. When the request relates to a patent involved in an
interference, the request shall comply with the requirements of
this section and shall be accompanied by a motion under §
1.635.

(b) If the nature of the mistake on the part of the Office is
such that a certificate of correction is deemed inappropriate in
form, the Commissioner may issue a corrected patent in lieu
thereof as a more appropriate form for certificate of correction,
without expense to the patentee,

[OMB Control No. 0651-0011]

[24 FR 10332, Dec. 22, 1959; 34 FR 5550, Mar. 22, 1969; para. (a),
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]
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§ 1.323 Certificate of correction of applicant’s mistake.
Whenever a mistake of a clerical or typographical nature or
of minor character which was not the fault of the Office, appears
in a patent and a showing is made that such mistake occurred in
good faith, the Commissioner may, upon payment of the fee set
forth in § 1.20(a), issue a certificate, if the correction does not
involve such changes in the patent as would constitute new
matter or would require reexamination. A request for a certifi-
cate of correction of a patent involved in an interference shall
comply with the requirements of this section and shall be

accompanied by a motion under § 1.635.
[34 FR 5550, Mar. 22, 1969; 49 FR 48416, Dec. 12, 1984, effective
Feb. 11, 1985]

§ 1.324 Correction of inventorship in patent.

Whenever a patent is issued and it appears that the correct
inventor or inventors were not named through error without
deceptive intention on the part of the actual inventor or inven-
tors, the Commissioner may, on petition of all the parties and the
assignees and satisfactory proof of the facts and payment of the
fee setforth in § 1.20(b), oron order of acourt before which such
matter is called in question, issue a certificate naming only the
actual inventor or inventors. A request to correctinventorship of
a patent involved in an interference shall comply with the
requirements of this section and shall be accompanied by a
motion under § 1.634.

[OMB Control No. 0651-0011]

[47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR 2713,
Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 48416, Dec. 12, 1984, 50
FR 23123, May 31, 1985, effective Feb. 11, 1985]

§ 1.325 Other mistakes not corrected.

Mistakes other than those provided for in §§ 1.322, 1.323,
1.324, and not affording legal grounds for reissue or for reex-
amination, will not be corrected after the date of the patent.
[48 FR 2714, Jan. 20, 1983, effective date Feb, 27, 1983]

ASSIGNMENTS AND RECORDING

§ 1.331 Recording of assignments.

(a) Assignments, including grants and conveyances, of
patents, national applications, or international applications
which designate the United States of America, will be recorded
in the Patent and Trademark Office under 35 U.S.C. 261. Other
instruments affecting title to a patent, a national application, or
an international application which designates the United States
of America, and licenses, even though the recording thereof
may not serve as constructive notice under 35 U.S.C. 261, will
be recorded as provided in this section or at the discretion of the
Commissioner. Any instrument to be recorded, except those
under Part 7 of this title, must be accompanied by the fee set
forth in § 1.21(h).

(b) No instrument will be recorded which is not in the
English language and which does not amount to an assignment,
grant, mortgage, lien, incumbrance, or license, or which does
not affect the title of the patent or invention to which it relates,
and which does not identify the patent or application to which
it relates, except as ordered by the Commissioner.
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(c) An instrument relating 10 a patent should identify the
patent by number and date (the name of the inventor and title of
the invention as stated in the patent should also be given); an
instrument relating to a national application, or an international
application which designates the United States of America
should identify the application by serial number or international
application number and date of filing (the name of the inventor
and title of the invention as stated in the application should also
be given) but if an assignment is executed concurrently with or
subsequent to the execution of the application but before the
application is filed or before its serial number or international
application number and filing date are ascertained, it should
adequately identify the application, as by its date of execution
and name of the inventor and title of the invention; so that there
can be no mistake as to the patent or application intended.

[24 FR 10332, Dec. 22, 1959; 43 FR 20465, May 11, 1978; 47 FR
41281, Sept. 17, 1982]

§ 1.332 Receipt and recording.

Assignments are recorded in regular order as promptly as
possible, and then transmitted with the date and identification of
the record stamped thereon to the persons entitled to them. The
date of record is the date of the receipt of the assignment at the
Office in proper form and accompanied by the fee set forth in §
1.21(h).

[47 FR 41281, Sept. 17, 1982]

§ 1.333 Conditional assignments.

Assignments which are made conditional on the perform-
ance of certain acts or events, as the payment of money or other
condition subsequent, if recorded in the Office are regarded as
absolute assignments for Office purposes until cancelled with
the written consent of both parties or by the decree of a
competent court. The Office has no means for determining
whether such conditions have been fulfilled.

§ 1.334 Issue of patent to assignee.

(a) In case of an assignment of the entire interest in the
invention and application, or of the entire interest in the patent
to be granted, the patent will normally issue to the assignee. If
the assignee should hold an undivided part interest, the patent
will normally issue jointly to the inventor and the assignee. If it
is desired that the patent so issue, the assignment in either case
must first have been recorded, and at a day not later than the date
payment is made of the issue fee.

(b) Atthe time of payment of the issue fee, a statement must
be furnished indicating whether or not an assignment has been
filed with the Patent and Trademark Office. In the event an as-
signment has been filed, such statement must include the name
and address of the assignee and indicate whether or not an ac-
knowledgment of a recorded assignment has been received
from the Patent and Trademark Office.

(c) If the assignment is recorded after the date of payment of
the issue fee, the assignee may petition that the patent issue 10
the assignee as recorded. Any such petition must be accompa-
nied by the fee set forth in § 1.17(1)(1).

[47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982; para. (c), 54
FR 6893, Feb. 15, 1989, effective Apr. 17, 1989]
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§ 1.335 Filing of notice of arbitration awards.

(a) Written notice of any award by an arbitrator pursuant (o
35U.8.C. 294 must be filed in the Patent and Trademark Office
by the patentee, or the patentee’s assignee or licensee, If the
award involves more than one patent a separate notice must be
filed for placement in the file of each patent. The notice must set
forth the patent number, the names of the inventor and patent
owner, and the names and addresses of the parties to the
arbitration. The notice must also include a copy of the award.

(b) If an award by an arbitrator pursuant to 35 U.S.C. 294 is
modified by a court, the party requesting the modification must
file in the Patent and Trademark Office, a notice of the modifi-
cation for placement in the file of each patent to which the
modification applies. The notice must set forth the patent
number, the names of the inventor and patent owner, and the
names and addresses of the parties to the arbitration. The notice
must also include a copy of the court’s order modifying the
award.

(¢) Any award by an arbitrator pursuant to 35 U.S.C. 294
shall be unenforceable until any notices required by paragraph
(a) or (b) of this section are filed in the Patent and Trademark
Office. If any required notice is not filed by the party designated
in paragraph (a) or (b) of this section, any party to the arbitration
proceeding may file such a notice.

{48 FR 2718, Jan. 20, 1983, effective Feb. 8, 1983]

AMENDMENT OF RULES

§ 1.351- Amendments to rules will be published.
All"amendments to the regulations in this part will be
published in the Official Gazette and in the FEDERAL REGISTER.

§ 1.352 Publication of notice of proposed amendments,

(a) Wheneverrequired by law, and in other cases whenever
practicable, notice of proposed amendments to the regulations
in this part will be published in the Official Gazette and in the
FEDERAL REGISTER. If not published with the notice, copies of the
text will be furnished to any person requesting the same. All
comments, suggestions, and briefs received within a time speci-
fied in the notice will be considered before adoption of the
proposed amendments which may be modified in the light
thereof.

(b) Oral hearings may be held at the discretion of the
Commissioner.

MAINTENANCE FEES

§ 1.362 Time for payment of maintenance fees.

(a) Maintenance fees as set forth in § 1.20(e) through (j) are
required to be paid in all patents based on applications filed on
or after December 12, 1980, except as noted in paragraph (b) of
this section, to maintain a patent in force beyond 4, 8 and 12
years after the date of grant.

(b) Maintenance fees are not required for plant patents based
on applications filed on or after August 27, 1982 or for any
design patents. Maintenance fees are not required for a reissue
patent if the patent being reissued did not require maintenance
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fees.

(c) The application filing dates for purposes of payment of
maintenance fees are as follows:

(1) For an application not claiming benefit of an earlier
application, the actual United States filing date of the applica-
tion.

(2) Foran application claiming benefit of an earlier foreign
application under 35 U.S.C. 119, the United States filing date of
the application. -

(3) For a continuing (continuation, division, continuation-
in-part) application cilaiming the benefit of a prior patent appli-
cation under 35 U.S.C. 120, the actual United States filing date
of the continuing application.

(4) For areissue application, the United States filing date
of the original non-reissue application on which the patent
reissued is based.

(5) For an international application which has entered the
United States as a Designated Office under 35 U.S.C. 371, the
international filing date granted under Article 11(1) of the
Patent Cooperation Treaty which is considered to be the United
States filing date under 35 U.S.C. 363.

(d) Maintenance fees may be paid in patents without
surcharge during the periods extending respectively from:

(1) 3 years through 3 years and 6 months after grant for the
first maintenance fee,

(2) 7 years through 7 years and 6 months after grant for the
second maintenance fee, and

(3) 11 years through 11 years and 6 months after grant for
the third maintenance fee.

(e) Maintenance fees may be paid with the surcharge set
forthin § 1.20(k) or (1) during the respective grace periods after:

(1) 3 years and 6 months and through the day of the 4th
anniversary of the grant for the first maintenance fee.

(2) 7 years and 6 months and through the day of the 8th
anniversary of the grant for the second maintenance fee, and

(3) 11 years and 6 months and through the day of the 12th
anniversary of the grant for the third maintenance fee.

(D 1If the last day for paying a maintenance fee without
surcharge set forth in paragraph (d) of this section, or the last day
for paying a maintenance fee with surcharge set forth in
paragraph (e) of this section, falls on a Saturday, Sunday, or a
federal holiday within the District of Columbia, the mainte-
nance fee and any necessary surcharge may be paid under
paragraph (d) or paragraph (¢) respectively on the next succeed-
ing day which is not a Saturday, Sunday, or federal holiday.

(g) Unless the maintenance fee and any applicable sur-
charge is paid within the time periods set forth in paragraphs (d),
(e) or (f) of this section, the patent will expire as of the end of the
grace period set forth in paragraph (e) of this section. A patent
which expires for the failure to pay the maintenance fee will
expire at the end of the same date (anniversary date) the patent
was granted in the 4th, 8th, or 12th year after grant.

[49 FR 34724, Aug. 31, 1984, added effective Nov. 1, 1984]

§ 1.363 Fee address for maintenance fee purposes.
(a) Allnotices, receipts, refunds, and other communications
relating to payment or refund of maintenance fees will be
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directed to the correspondence address used during prosecution
of the application as indicated in § 1.33(a) unless:

(1) A “fee address” for purposes of payment of mainte-
nance fees is set forth when submitting the issue fee, or

(2) A change in the correspondence address for all pur-
poses is filed after payment of the issue fee, or

(3) A ‘fee address” or a change in the “fee address” is filed
for purposes of receiving notices, receipts and other correspon-
dence relating to the payment of maintenance fees after the
payment of the issue fee, in which instance, the Jatest such
address will be used.

(b) Anassignment of a patent application or patent does not

result in a change of the “correspondence address” or “fee

address” for maintenance fee purposes.
[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984]

§ 1.366 Submission of maintenance fees.

(a) The patentee may pay maintenance fees and any neces-
sary surcharges, or any person or organization may pay mainte-
nance fees and any necessary surcharges on behalf of a patentee.
Authorization by the patentee need not be filed in the Patent and
Trademark Office to pay maintenance fees and any necessary
surcharges on behalf of the patentee.

(b) A maintenance fee and any necessary surcharge submit-
ted for a patent must be submitted in the amount due on the date
the maintenance fee and any necessary surcharge are paid and
may be paid in the manner set forth in § 1.23 or by an authori-
zation to charge a depositaccountestablished pursuant to § 1.25.
Payment of a maintenance fee and any necessary surcharge or
the authorization to charge a deposit account must be submitted
within the periods setforth in § 1.362(d), (¢) or (f). Any payment
or authorization of maintenance fees and surcharges filed atany
other time will not be accepted and will not serve as a payment
of the maintenance fee except insofar as a delayed payment of
the maintenance fee is accepted by the Commissioner in an
expired patent pursuant to a petition filed under § 1.378. Any
authorization to charge a deposit account must authorize the
immediate charging of the maintenance fee and any necessary
surcharge to the deposit account. Payment of less than the
required amount, payment in a manner other than that set forth
in § 1.23, or the filing of an authorization to charge a deposit
account having insufficient funds will not constitute payment of
a maintenance fee or surcharge on a patent. The certificate of
mailing procedures of either § 1.8 or § 1.10 may be utilized in
paying maintenance fees and any necessary surcharges.

(c) In submitting maintenance fees and any necessary sur-
charges, identification of the patents for which maintenance
fees are being paid must include the following:

(1) The patent number, and
(2) The serial number of the United States application for
the patent on which the maintenance fee is being paid.

(@) Payments of maintenance fees and any surcharges
should identify the fee being paid for each patent as to whether
itisthe31/2,71/2 or 11 1/2 year fee, whether small entity status
is being changed or claimed, the amount of the maintenance fee
and any surcharge being paid, any assigned payor number, the
patentissue date and the United States application filing date. If

R-51

§ 1.378

the maintenance fee and any necessary surcharge is being paid
on areissue patent, the payment must identify the reissue patent
by reissue patent number and reissue application serial number
as required by paragraph (c) of this section and should also
include the original patent number, the original patentissue daie
and the original United States application filing date.

(e) Maintenance fee payments and surcharge paymenis
relating thereto must be submitted separate from any other
payments for fees or charges, whether submitted in the manner
set forth in § 1.23 or by an authorization to charge a deposit
account. If maintenance fee and surcharge payments for more
than one patent are submitted together, they should be submitted
on as few sheets as possible with the patent nurnbers listed in in-
creasing patent number order. If the payment submitted is insnf-
ficient to cover the maintenance fees and surcharges for all the
listed patents, the payment will be applied in the order the
patents are listed, beginning at the top of the listing.

(f) Notification of any change in status resulting in loss of
entitiement to small entity status must be filed in a patent prior
to paying, or at the time of paying, the earliest maintenance fee
due after the date on which status as a small entity is no longer
appropriate. See § 1.28(b).

(g) Maintenance fees and surcharges relating thereto will
not be refunded except in accordance with §§ 1.26 and 1.28(a).

[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984}

§ 1.377 Review of decision refusing to accept and record
payment of a maintenance fee filed prior to
expiration of patent.

(a) Any patentee who is dissatisfied with the refusal of the
Patent and Trademark Office to accept and record a mainte-
nance fee which was filed prior to the expiration of the patent
may petition the Commissioner to accept and record the main-
tenance fee.

(b) Any petition under this section must be filed within 2
months of the action complained of, or within such other time as
may be set in the action complained of, and must be accompa-
nied by the fee set forth in § 1.17(h). The petition may include
arequest that the petition fee be refunded if the refusal to accept
and record the maintenance fee is determined to result from an
error by the Patent and Trademark Office.

(c) Any petition filed under this section must comply with
the requirements of paragraph (b) of § 1.181 and must be signed
by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other
party in interest. Such petition must be in the form of a verified
statement if made by a person not registered to practice before
the Patent and Trademark Office.

[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984]

§ 1.378 Acceptance of delayed payment of maintenance
fee in expired patent to reinstate patent.

(a) The Commissioner may accept the paymentof any main-
tenance fee due on a patent after expiration of the patent if, upon
petition, the delay in payment of the maintenance fee is shown
to the satisfaction of the Commissioner to have been unavoid-
able and if the surcharge required by § 1.20(m) is paid as a
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condition of accepting payment of the maintenance fee, If the
Commissioner accepts payment of the maintenance fee upon
petition, the patent shall be considered as not having expired, but
will be subject to the conditions set forth in 35 U.S.C. 41(c}(2).

(b) Any petition to accept the delayed payment of a
maintenance fee filed under paragraph (a) of this section within
six months of the expiration of the patent must include:

(1) The required maintenance fee set forthin § 1.20(e) - (),

(2) The surcharge set forthin § 1.20(m); and

(3) A showing that the delay was unavoidable since rea-
sonable care was taken to ensure that the maintenance fee would
be timely paid. The showing must enumerate the steps taken o
ensure timely payment of the maintenance fee.

(c) Any petition to accept the delayed payment of a main-
tenance fee filed under paragraph (a) of this section more than
six months after the expiration of the patent must include:

(1) The required maintenance fee set forth in § 1.20 (e) - (j),

(2) The surcharge set forth in § 1.20(m); and

(3) A showing that the delay was unavoidable since rea-
sonable care was taken to ensure that the maintenance fee would
be paid timely and the failure to timely pay the maintenance fee
was due entirely to circumstances outside of the control of the
patentee. The showing must enumerate the steps taken to ensure
timely payment of the maintenance fee and the circumstances
which were outside of the control of the patentee and those
acting on behalf of the patentee in paying the maintenance fee.
The showing must be sufficientin scope and content to meet the
heavy burden of proof required to show that a delay in payment
of the niaintenance fee of more than six months after expiration
of the patent was unavoidable.

(d) Any petition under this section must be signed by an
attorney or agent registered to practice before the Patent and
Trademark Office, or by the patentee, the assignee, or other
party in interest. Such petition must be in the form of a verified
statement if made by a person not registered to practice before
the Patent and Trademark Office.

(e) Reconsideration of a decision refusing to accept a main-
tenance fee upon petition filed pursuant to paragraph (a) of this
section may be obtained by filing a petition for reconsideration
within two months of, or such other time as set in, the decision
refusing to accept the delayed payment of the maintenance fee.
Any such petition for reconsideration must be accompanied by
the petition fee set forth in § 1.17(h). After decision on the
petition for reconsideration, no further reconsideration or re-
view of the matter will be undertaken by the Commissioner. If
the delayed payment of the maintenance fee is not accepted, the
maintenance fee and the surcharge set forth in § 1.20(m) will be
refunded following the decision on the petition for reconsidera-
tion, or after the expiration of the time for filing such a petition
for reconsideration, if none is filed. The fee set forthin § 1.17(h)
for filing the petition for reconsideration will not be refunded
unless the refusal to accept and record the maintenance fee is
determined to result from an error by the Patent and Trademark
Office.

{49 FR 34726, Aug. 31, 1984, added effective Nov. 1, 1984; para.
(a), SO FR, 9383, Mar.7, 1985, effective May 8, 1985; paras. (b) & (¢),
53 FR 47810, Nov. 28, 1988, effective Jan. 1, 1989}
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Subpart C - International Processing
Provisions

GENERAL INFORMATION

§ 1.401 Definitions of terms under the Patent
Cooperation Treaty.

(a) The abbreviation “PCT™ and the term “Treaty” mean the
Patent Cooperation Treaty.

(b) “International Bureau” mezns the World Intellectual
Property Organization located in Geneva, Switzerland.

(c) “Administrative Instructions™ means that body of in-
structions for operating under the Patent Cooperation Treaty
referred to in PCT Rule 89.

(d) “Request”, when capitalized, means that element of the
international application described in PCT Rules 3 and 4.

(e) “International application”, as used in this subchapter is
defined in § 1.9(b).

(f) “Priority date” for the purpose of computing time limits
under the Patent Cooperation Treaty is defined in PCT Art.
2(xi). Note also § 1.465.

(g) “Demand,” when capitalized, means that document filed
with the International Preliminary Examining Authority which
requests an international preliminary examination.

(h) “Annexes” means amendments made to the claims, de-
scription or the drawings before the International Preliminary
Examining Authority.

(i) Other terms and expressions in this Subpart Cnotdefined
in this section are to be taken in the sense indicated in PCT
Article 2 and 35 U.S.C. 351.

[OMB Control No. 0651-0011]

[43 FR 20466, May 11, 1978; 52 FR 20047, May 28, 1987}

§ 1.412 The United States Receiving Office.

(a) The United States Patent and Trademark Office is a
Receiving Office only for applicants who are residents or
nationals of the United States of America.

(b) The Patent and Trademark Office, when acting as a
Receiving Office, will be identified by the full tile “United
States Receiving Office” or by the abbreviation “RO/US.”

(c) The major functions of the Receiving Office include:

(1) According of international filing dates to international
applications meeting the requirements of PCT Art. 11(1), and
PCT Rule 20;

(2) Assuring that international applications meet the stan-
dards for format and content of PCT Art. 14(1), PCT Rule 9, 26,
29.1, 37, 38, 91, and portions of PCT Rules 3 through 11;

(3) Collecting and, whenrequired, transmitting fees due for
processing international applications (PCT Rule 14, 15, 16);

(4) Transmitting the record and search copies to the Inter-
national Bureau and International Searching Authority, respec-
tively (PCT Rules 22 and 23); and

(5) Determining compliance with applicable requirements
of Part 5 of this chapter.

[OMB Conirol No. 0651-0011}
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§ 1.413 The United States International Searching
Avthority,

(a) Pursuant to appointment by the Assembly, the United
States Patent and Trademark Office will act as an Intemational
Searching Authority for international applications filed in the
United States Receiving Office and in other Receiving Offices
as may be agreed upon by the Commissioner, in accordance
with agreement between the Patent and Trademark Office and
the International Bureau (PCT Art. 16(3)(b)).

(b) The Patent and Trademark Office, when acting as an
International Searching Authority, will be identified by the full
title “United States International Searching Authority” or by the
abbreviation “ISA/US.”

(c) The major functions of the International Searching Au-
thority include:

(1) Approving or establishing the title and abstract;

(2) Considering the matter of unity of invention;

(3) Conducting international and international-type
searches and preparing international and international-type
search reports (PCT Art. 15, 17 and 18, and PCT Rules 25, 33
t0 45 and 47); and

(4) Transmitting the international search report to the appli-
cant and the International Bureau.

[OMB Control No. 0651-0011]

§ 1.414 The United States Patent and Trademark Office
as a Designated Office or Elected Office.

(a) The United States Patent and Trademark Office will act
as aDesignated Office or Elected Office for international appli-
cations in which the United States of America has been desig-
nated or elected as a State in which patent protection is desired.

(b) The United States Patent and Trademark Office, when
acting as a Designated Office or Elected Office during interna-
tional processing will be identified by the full title “United
States Designated Office” or by the abbreviation “DO/US” or
by the full title “United States Elected Office” or by the
abbreviation “EQ/US".

(c) The major functions of the United States Designated
Office or Elected Office in respect to international applications
in which the United States of America has been designated or
elected, include:

(1) Recetving various notifications throughout the interna-
tional stage; and
(2) Accepting for national stage examination international
applications which satisfy the requirements of 35 U.S.C. 371.
[OME Control No. 0651-0011]
[52 FR 20047, May 28, 1987, effective July 1, 1987]

§ 1.415 The International Bureau.

(a) The Intemational Bureau is the World Intellectual Prop-
erty Organization located at Geneva, Switzerland. Itisthe inter-
national intergovernmental organization which acts as the coor-
dinating body under the Treaty and the Regulations (PCT Art.
2 (xix) and 35 U.S.C. 351(h)).

(b) The major functions of the International Bureau include:

(1) Publishing of international applications and the Inter-
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§ 1.421
national Gazetie;
(2) Transmitting copies of international applications 10
Designated Offices;

(3) Swring and maintaining record copies; and
(4) Transmitting information to authorities pertinent (o the
processing of specific international applications.
[OMB Control No. 0651-0011]

§ 1.416 The United States International Preliminary
Examining Authority.

{a) Pursuant to appointment by the Assembly, the United
States Patent and Trademark Office will act as an International
Preliminary Examining Authority forinternational applications
filed in the United States Receiving Office and in other Receiv-
ing Offices as may be agreed upon by the Commissioner, in
accordance with agreement between the Patent and Trademark
Office and the International Bureau.

(b) The United States Patent and Trademark Office, when
acting as an International Preliminary Examining Authority,
will be identified by the full title “United States International
Preliminary Examining Authority” or by the abbreviation
“IPEA/US.”

(c) The major functions of the International Preliminary Ex-
amining Authority include:

{1) Receiving and checking for defects in the Demand;

(2) Collecting the handling fee for the International Bureau
and the preliminary examination fee for the United States Inter-
national Preliminary Examining Authority;

(3) Informing applicant of receipt of the Demand;

(4) Considering the matter of urity of invention;

(5) Providing an international preliminary examination
report which is a non-binding opinion on the questions whether
the claimed invention appears to be novel, to involve an inven-
tive step (to be non-obvious), and to be industrially applicable;
and

(6) Transmitting the international preliminary examination
report to applicant and the International Bureau.

[Added 52 FR 20047, May 28, 1987]

WHO MAY FILE AN INTERNATIONAL APPLICATION

§ 1.421 Applicant for international application.

(a) Only residents or nationals of the United States of
America may file international applications in the United States
Receiving Office.

(b) Although the United States Receiving Office will accept
international applications filed by any resident or national of the
United States of America for intemnational processing, an inter-
national application designating the Unites States of America
will be accepted by the Patent and Trademark Office for the
national stage only if filed by the inventor or as provided in §§
1.422, 1.423 or §1.425.

{c) International applications which do not designate the
United States of America may be filed by the assignee or owner.

{d) The attorney or agent of the applicant may sign the
international application Request and file the international
application for the applicant if the international application
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§ 1.422

when filed is accompanied by a separate power of attomey
that attorney or agent from the applicant. The separate power of
attorney from the applicant may be submitted after filing if
sufficient cause is shown for not submitting it at the time of
filing. Note that paragraph (b) of this section requires that the
applicant be the inventor if the United States of America is
designated.

(e) Any indication of different applicants for the purpose of
different Designated Offices must be shown on the Request
portion of the international application.

(f) Changes in the person, name, or address of the applicant
of an international application shall be made in accordance with
PCT Rule 92bis.

(g) The wording of PCT Rule 92bis is as follows:

PCT Rule 92bis - Recording of Changes in Certain Indica-
tions in the Request or the Demand
92bis Recording of Changes by the International Bureau

(a) The International Bureau shall, on the request of the
applicant or the receiving Office, record changes in the follow-
ing indications appearing in the request or demand:

(i) person name, residence, nationality or address of the
applicant,

(i) person, name or address of the agent, the common
representative or the inventor.

(b) The International Bureau shall not record the requested
change if the request for recording is received by it after the
expiration:

‘(1) of the time limit referred to in Article 22(1), where
Article 39(1) is not applicable with respect to any Contracting
State;

(ii) of the time limit referred to in Article 39(1)(a), where
Article 39(1) is applicable with respect to at least one Contract-
ing State.

{OMB Control No. 0651-0011]
[paras(f) & (g), 53 FR 47810, Nov. 28, 1988, effective Jan. 1, 1989]

§ 1.422 When the inventor is dead.

In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased inventor may file
an international application which designates the United States
of America.

[OMB Control No. 0651-0011}

§ 1.423 When the inventor is in sane or legally
incapacitated.

In case an inventor is insane or otherwise legally incapaci-
tated, the legal representative (guardian, conservator, etc. ) of
such inventor may file an international application which des-
ignates the United States of America.

[OMB Control No. 0651-0011)

§ 1.424 Joint inventors.

Joint inventors must jointly file an international application
which designates the United States of America: the signature of
cither oi: them alone, or less than the entire number will be
insufficient for an invention invented by them jointly, except as

Rev. 11, Apr. 1989

MANUAL OF PATENT EXAMINING PROCEDURE

provided in § 1.425.
[OMEB Control No. 0651-0011]

§ 1.425 Filing by other than inventor.

(a) If a joint inventor refuses o join in an international ap-
plication which designates the United States of America or
cannot be found orreached after diligent effort, the international
application which designates the United States of America may
be filed by the other inventor on behalf of himself or herself and
the omitted inventor. Such an international application which
designates the United States of America must be accompanied
by proof of the pertinent facts and must state the last known
address of the omitted inventor. The Patent and Trademark
Office shall forward notice of the filing of the international
application to the omitied inventor at said address.

(b) Whenever an inventor refuses to execute an international
application which designates the United States of America, or
cannot be found or reached after diligent effort, a person to
whom the inventor has assigned or agreed in writing to assign
the invention or who otherwise shows sufficient proprietary
interest in the matter justifying such action may file the interna-
tional application on behalf of and as agent for the inventor.
Such an international application which designates the United
States of America must be accompanied by proof of the perti-
nent facts and a showing that such action is necessary topreserve
the rights of the parties or to prevent irreparable damage, and
must state the last known address of the inventor. The assign-
ment, written agreement to assign or other evidence of proprie-
tary interest, or a verified copy thereof, must be filed in the
Patentand Trademark Office. The Office shall forward notice of
the filing of the application to the inventor at the address stated
in the application.

[OMB Control No. 0651-0011]

THE INTERNATIONAL APPLICATION

§ 1.431 International application requirements.

(a) Aninternational application shall contain, as specified in
the Treaty and the Regulations, a Request, a description, one or
more claims, an abstract, and one or more drawings (where
required). (PCT Art. 3(2) and Section 207 of the Administrative
Instructions.)

(b) An international filing date will be accorded by the
United States Receiving Office, at the time of receipt of the
international application, provided that:

(1) The applicant is a United States resident or national (35
U.S.C. 361(a), PCT Art. 11(1)(i)).
(2) The international application is in the English language
(35 U.S.C. 361(c), PCT Art. 11(1)(ii)).
(3) The international application contains at least the fol-
lowing elements (PCT Art. 11(1)(ii)):
(i) An indication that it is intended as an international ap-
plication (PCT Rule 4.2);
(ii) The designation of at least one Contracting State of the
International Patent Cooperation Union;
(iii) The name of the applicant, as prescribed (note §§
1.421-1.424);
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(iv) A part which on the face of it appears 10 be a
description; and
(v) A part which on the face of it appears to be a claim.

(c) Payment of the basic portion of the international fee
(PCT Rule 15.2) and the transmittal and search fees (§ 1.445)
may be made in full at the time the international application
papers required by paragraph (b) of this section are deposited or
within one month thereafier. Failure to make full payment
within one month of the deposit of the international application
papers required by paragraph (b) of this section will result in the
fees being charged to the International Bureau under the provi-
sions of paragraph (d) of this section and PCT Rule 16bis.

(d) The United States Receiving Office will charge to the
International Bureau in accordance with PCT Rule 16bis and
will consider as having been timely paid:

(1) The transmittal fee, the basic fee portion of the interna-
tional fee, or the search fee where these fees have not been fully
paid by the applicant within one month of the date of deposit of
the international application, and

(2) The designation fee, or the amount necessary to cover
all the designations made in the request if not paid by the
applicant within one year from the priority date or within one
month from the date of receipt of the international application if
that month expires after the expiration of one year from the
priority date.

(e) The International Burean will notify applicant of any
amount charged under paragraph (d) of this section and invite
the applicant to pay directly to the International Burean within
one month from the date of the notification, the amount charged,
augmented by a surcharge of 50%, provided the surcharge will
not be less, and will not be more, than the amounts indicated in
the Schedule of Fees appended to the PCT Rules. If the payment
needed to cover the transmittal fees, the basic fee, the search fee,
one designation fee and the surcharge is not timely made to the
International Bureau, the International Bureau will notify the
Receiving Office which will declare the international applica-
tion withdrawn under PCT Article 14(3)(a). If the applicant
makes timely payment of the fees referred to in the previous
sentence, but the amount paid is not sufficient to cover all
designation fees, the Receiving Office will declare any designa-
tion not paid withdrawn under PCT Rule 14(3)(b)in accordance
with PCT Rule 16bis. 2(c).

[OMB Control No. 0651-0011]

[43 FR 20486, May 11,1978; paras. (b), (c), (d) & (&), SOFR 9383,
Mar. 7, 1985, effective May 8, 1985; para. (d) amended 52 FR 20047,
May 28, 1987]

§ 1.432 Designation of States and payment of designation
fees.,

(a) The names of Designated States shall appear in the
Request upon filing and must be indicated as set forth in Section
201 of the Administrative Instructions.

(b) The designation fees may be paid upon filing of the
international application, but mustbe paid before the expiration
of one year from the priority date or within one month from the
date of receipt of the international application if that month
expires after the expiration of one year from the priority date.
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§ 1.436

Failure to timely pay the designation fee for a particular Desig-
nated State will result in the withdrawal of that designation .
Failure totimely pay at least one designation fee will resultinthe
withdrawal of the international application.

[OMB Control Mo. 0651-0011]

[43 FR 20486, May 11, 1978; para.(b) amended 52 FR 20047, May
28, 1987]

§ 1.433 Physical requirements of international
application,

(a) The international application and each of the documents
that may be referred to in the check list of the Reguest (PCTRule
3.3(a)(ii)) shall be filed in one copy only.

(b) All sheets of the international application must be on A4
size paper (21.0 x 29.7 cm.).

(c) Other physical requirements for international applica-
tions are set forth in PCT Rule 11 and sections 201-207 of the
Administrative Instructions.

[OMB Control No. 0651-0011}

§ 1.434 The request.

(a) Therequest shall be made on a standardized printed form
(PCT Rules 3 and 4). Copies of such printed Request forms are
available from the Patent and Trademark Office. Letters re-
questing such forms should be marked “Box PCT.”

(b) The Check List portion of the Request form should
indicate each document accompanying the international appli-
cation on filing.

(c) Allinformation, for exarmple, addresses, names of States
and dates, shall be indicated in the Request as required by PCT
Rule 4 and Administrative Instructions 110 and 201.

¢{d) International applications which designate the United
Stiates of America shall include:

(1) The name, address and signature of the inventor, except
as provided by §§ 1.421(d), 1.422, 1.423 and 1.425;

(2) A reference to any copending national application or
international application designating the United States of
America, if the benefit of the filing date for the prior copending
application is to be claimed.

[OMB Conirol No. 0651-0011]

§ 1.435 The description.

(a) Requirements as to the content and form of the descrip-
tionare setforthin PCTRules 5,9, 10and 11 and Administrative
Instruction 204, and shall be adhered to.

(b) In internaticnal applications designating the United
States the description must contain upon filing an indication of
the best mode contemplated by the inventor for carrying out the
claimed invention,

{OMB Control No. 0651-0011}

§ 1.436 The claims.

The requirements as to the content and format of claims are
set forth in PCT Art. 6 and PCT Rules 6, 9, 10 and 11 and shall
be adhered to. The number of the claims shall be reasonable,
considering the nature of the invention claimed.

[OMB Control No. 0651-0011}
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§ 1.437

§ 1.437 The drawings.

(a) Subject to paragraph (b) of this section, when drawings
are necessary for the understanding of the invention, or are men-
tioned in the description, they must be part of an international
application as originally filed in the United States Receiving
Office in order to maintain the international filing date during
the national stage (PCT Art. 7).

(b) Drawings missing from the application upon filing will
be accepted if such drawings are received within 30 days of the
date of first receipt of the incomplete papers. If the missing
drawings are received within the 30-day period, the interna-
tional filing date shall be the date on which such drawings are
received. If such drawings are not timely received, all references
to drawings in the international application shall be considered
non-existent (PCT Art. 14(2), Administrative Instruction 310).

(c) The physical requirements for drawings are set forth in
PCT Rule 11 and shall be adhered to.

{OMB Control No. 06510011}

§ 1.438 The abstract.

(a) Requirements as to the content and form of the abstract
are set forth in PCT Rule 8, and shall be adhered to.

(b) Lack of an abstract upon filing of an international appli-
cation-will not affect the granting of a filing date. However,
failure to furnish an abstract within one month from the date of
the notification by the Receiving Office will result in the inter-
national application being declared withdrawn.

{OMB Control No. 0651-0011)

FEES

§ 1.445 International application filing, processing and
search fees,

(a) The following fees and charges for international appli-
cations are established by the Commissioner under the authority
of 35 U.S.C. 376:

(1) A transmittal fee (see 35 U.S.C. 361(d) and PCT Rule

(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16)
where:
(i) No corresponding prior United States national applica-
tion with basic filing fee has been filed ..................... $550.00
(ii) A corresponding prior United States national applica-
tion with basic filing fee has been filed ........cceeuunnnene $380.00
(3) A supplemental search fee when required, per addi-
LIONAl INVENLON ...ucvereurrtersrerseseeserasnraesnsassesesssasserssnns $150.00

(b) The basic fee and designation fee portion of the interna-
tional fee shall be as prescribed in PCT Rule 15.

[OMB Control No. 0651-0011]

{43 FR 20466, May 11, 1978; para. (a), 47 FR 41282, Sept. 17,
1982, effective Oct. 1, 1982; para(a)(4) - (6), S0 FR 9384, Mar. 7, 1985,
effective May 8, 1985; 50 FR 31826, Aug. 6, 1985, effective Oct. 5,
1985; para. (a) amended 52 FR 20047, May 28, 1987; paras. (a)(2) &
(3). 54 FR 6893, Feb. 15, 1989, 54 FR 9432, March 7, 1989, effective
Apr. 17, 1989]
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§ 1.446 Refund of international application filing and
processing fees.

(a) Money paid for international application fees, where
paid by actual mistake or in excess, such as a payment not
required by law or Treaty and its Regulations, will be refunded.

(b) [Reserved]

(c) Refund of the supplemental search fees will be made if
suchrefund is determined to be warranted by the Commissioner
or the Commissioner’s designee acting under PCT Rule 40.
2(c).

(d) The international and search fees will be refunded if no
international filing date is accorded (PCT Rules 15.6 and 16.2).

[OMB Control No. 0651-0011]

[43 FR 20466, May 11, 1978; para. (b), 47 FR 41282, Sept. 17,
1982, effective Oct. 1, 1982; para (b), 50 FR 9384, Mar. 7, 1985,
effective May 8, 1985; 50 FR 31826, Aug. 6, 1985, effective Oct. 5,
1985]

PRIORITY

§ 1.451 The priority claim and priority document in an
international application.

(a) The claim for priority must be made on the Request (PCT
Rule 4.10) in a manner complying with Sections 110 and 201 of
the Administrative Instructions.

(b) Whenever the priority of an earlier United States national
application is claimed in an international application, the appli-
cant may request in a letter of transmittal accompanying the
international application upon filing with the United States
Receiving Office, or in a separate letter filed in the Receiving
Office not later than 16 months after the priority date, that the
Patent and Trademark Office prepare a certified copy of the
national application for transmittal to the International Bureau
(PCT Art. 8 and PCT Rule 17). The fee for preparing a certified
copy is stated in § 1.19(b)(1).

(c) If a certified copy of the priority document is not
submitted together with the international application on filing,
or, if the priority application was filed in the United States and
a request and appropriate payment for preparation of such a
certified copy do not accompany the international application
on filing or are not filed within 16 months of the priority date,
the certified copy of the priority document must be furnished by
the applicant to the International Bureau or to the United States
Receiving Office within the time limit specified in PCT Rule
17.1(a).

[43) FR 20466, May 11, 1978; 47 FR 40140, Sept. 10, 1982,
effective Oct. 1, 1982; para (b), 47 FR 41282, Sept. 17, 1982, effective
Oct. 1, 1982; paras. (b) & (c), 50 FR 9384, Mar. 7, 1985, effective May
8, 1985, para. (b), 54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989]

REPRESENTATION

§ 1.455 Representation in international applications.

(a) Applicants of international applications may be repre-
sented by attorneys or agents licensed to practice before the
Patent and Trademark Office or by a common representative
(PCT Art. 49, Rules 4.8 and 90 and § 10.10).

(b) Appointment of an agent, attorney or common represen-
tative (PCT Rule 4.8) must be effected either in the Request
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form, signed by all applicants, or in a separate power of attorney
submitted either to the United States Receiving Office or to the
International Bureau.

(c) Powers of attorney and revocations thereof should be
submitted to the United States Receiving Office until the issu-
ance of the international search report.

(d) The addressee for correspondence will be asindicated in
section 108 of the Administrative Instructions.

[OMB Control No. 0651-0011]

[43 FR 20466, May 11, 1978; S0 FR 5171, Feb. 6, 1985, effective
Mar. 8, 1985]

TRANSMITTAL OF RECORD COPY

§ 1.461 Procedures for transmittal of record copy to the
International Bureau.

(a) Transmittal of the record copy of the international appli-
cation to the International Bureau shall be made by the United
States Receiving Office.

() [Reserved]

(c) Nocopy of an international application may be transmit-
ted to the International Bureau, a foreign Designated Office, or
other foreign authority by the United States Receiving Office or
the applicant, unless the applicable requirements of Part 5 of this
¢hapter have been satisfied.

[OMB Control No. 0651-0011]

[ 43 FR 20466, May 11, 1978; paras. (a) & (b), S0 FR 9384, Mar.
7, 1985, effective May 8, 1985]

TIMING

§ 1.465 Timing of application processing based on the
priority date.

(a) For the purpose of computing time limits under the
Treaty, the priority date shall be defined as in PCT Art. 2(xi).

{b) When a claimed priority date is cancelled under PCT
Rule 4.10(d), or considered not to have been made under PCT
Rule 4.10(b), the priority date for the purposes of computing
time limits will be the date of the earliest valid remaining
priority claim of the international application, or if none, the
international filing date.

(c) When corrections under PCT Art. 11(2), Art. 14(2) or
PCT Rule 20.2(a) (i) or (iii) are timely submitted, and the date
of receipt of such corrections falls later than one year from the
claimed priority date or dates, the Receiving Office shall pro-
ceed under PCT Rule 4.10(d).

[OMB Control No. 0651-0011]

§ 1.468 Delays in meeting time limits.
Delays in meeting time limits during international process-

ing of international applications may only be excused as pro-

vided in PCT Rule 82. For delays in meeting time limits in a

national application, see § 1.137.

[OMB Control No. 0651-0011] v

AMENDMENTS

§ 1.471 Corrections and amendments during
international processing.
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§ 1.475

(a) All corrections submitted to the United States Receiving
Office must be in the form of replacement sheets and be
accompanied by a letter that draws attention to the differences
between the replaced sheets and the replacement sheets, except
that the deletion of lines of text, the cormrection of simple
typographical errors, and one addition or change of not more
than five words per sheet may be stated in a letter and the United
States Receiving Office will make the deletion or transfer the
correction to the international application, provided that such
corrections do not adversely affect the clarity and direct repro-
ducibility of the application (PCT Rule 26.4).

(b) Amendments of claims submitted to the International
Bureau shall be as prescribed by PCT Rule 46.

[OMB Control No. 0651-0011]

§ 1.472 Changes in person, name, or address of
applicants and inventors.

All requests for a change in person, name or address of ap-
plicants and inventor should be sent to the United States Receiv-
ing Office until the time of issuance of the international search
report. Thereafter requests for such changes should be submit-
ted to the International Bureau.

[OMB Control No. 0651-0011]

[43 FR 20466, May 11, 1978; redesignated at 52 FR 20047, May
28, 1987]

UNITY OF INVENTION

§ 1.475 Unity of invention before the International
Searching Authority.

(a) An international application before the International
Searching Authority will be considered to have unity of inven-
tion if the claims are in accordance with PCT Rule 13 (see
paragraph (f) of this section).

(b) An international application containing claims to differ-
ent categories of invention will be considered to have unity of
invention if the claims are drawn only to one of the combina-
tions of categories as set forth in PCT Rule 13.2 (see paragraph
(f) of this section) or to the combination of -

(1) A product and a process for the manufacture of said
product or

(2) A product and a process of use of said product.
If an application contains claims to more or less than one of the
combinations of categories set forth in PCT Rule 13.2 (see
paragraph (f) of this section) or a combination set forth in
paragraphs (b)(1) or (2) of this section, unity of invention may
not be present.

(c) If an international application contains claims to a
category of invention in addition to those categories included in
any one of the combinations specified in paragraph (b) of this
section, lack of unity of invention may be held between the
categories included in the combination and the claims to the
additional category of invention.

(@) Unity of invention will exist where the claims are limited
to one of the combinations of categories set forth in PCT Rule
13.2 (see paragraph (f) of this section) or in a combination set
forth in paragraphs (b)(1) or (2) of this section. If multiple
products, processes of manufacture or uses are claimed, the first
Rev. 11, Apr. 1989



§ 1.476

invention of the category first mentioned in the claims of the
application and the first recited invention of each of the other
categoriesrelated thereto will be considered as the inventions to
be searched. Any such holding by the examiner will be made of
record as a holding of lack of unity of invention,

(e) The inventions recited by the claims of different catego-
ries must be related rather than independent inventions.

(f) The wording of PCT Rule 13 is as follows:

“PCT Rule 13 - Unity of Invention

13.1 Requirement

The international application shall relate to one invention
only or to a group of inventions so linked as to form a single
general inventive concept (“requirement of unity of inven-
tion”).
13.2 Claims of Different Categories

Rule 13,1 shall be construed as permitting, in particular,
one of the following three possibilities:

(i) in addition to an independent claim for a given
product, the inclusion in the same international application of
an independent claim for a process specially adapted for the
manufacture of the said product, and the inclusion in the same
international application of an independent claim for a use of
the said product, or

_.(ii) in addition to an independent claim for a given
process, the inclusion in the same international application of
an independent claim for an apparatus or means specifically
designed for carrying out the said process, or

(iii) in addition to an independent claim for a given
product, the inclusion in the same international application of
an’independent claim for a process specially adapted for the
manufacture of the product, and the inclusion in the same inter-
national application of an independent claim for an apparatus
or means specifically designed for carrying out the process.
13.3 Claims of One and the Same Category

Subject to Rule 13.1, it shall be permitted to include in the
same international application two or more independent
claims of the same category (i.e., product, process, apparatus,
or use) which cannot readily be covered by a single generic
claim.

134 Dependent Claims

Subject to Rule 13.1, it shall be permitted to include in the
same intemational application areasonable number of depend-
ent claims, claiming specific forms of the invention claimed in
an independent claim, even where the features of any depend-
ent claim could be considered as constituting in themselves an
invention.

135 Utility Models

Any designated State in which the grant of a utility model
is sought on the basis of an international application may,
instead of Rules 13.1 to 13.4, apply in respect of the matiers
regulated in those Rules the provisions of its national law
concerning utility models once the processing of the interna-
tional application has started in that State, provided that the
applicant shall be allowed at least two months from the expi-
ration of the time limit applicable under Article 22 1o adapt his
application to the requirements of the said provisions of the
national law.

[OMB Control No. 0651-0011]
[At;ided 52 FR 20047, May 28, 1987, effective July 1, 1987]
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§ 1.476 Determination of unity of invention befove the
International Searching Authority.

(a) Before establishing the international search report, the
International Searching Authority will determine whether the
international application complies with the requirement of unity
of invention as set forth in PCT Rule 13 (see § 1.475(0)) and §
1.475.

(b) If the International Searching Authority considers that
the international application does not comply with the require-
ment of unity of invention, it shall inform the applicant accord-
ingly and invite the payment of additional fees (note § 1.445and
PCT Ant. 17(3)(a) and PCT Rule 40). The applicant will be
givena time period in accordance with PCT Rule 40.3 to pay the
additional fees due.

(c) Inthe case of non-compliance with unity of invention and
where no additional fees are paid, the international search will
be performed on the invention first mentioned (“main inven-
tion”) in the claims.

(d) Lack of unity of invention may be directly evident before
considering the claims in relation to any prior art, or after taking
the prior art into consideration, as where a documentdiscovered
during the search shows the invention claimed in a generic or
linking claim lacks novelty or is clearly obvious, leaving two or
more claims joined thereby without a common inventive
concept. In such a case the International Searching Authority

may raise the objection of lack of unity of invention.
[43 FR 20466, May 11, 1978; redesignated and amended at 52 FR
20047, May 28, 1987]

§ 1.477 Protest to lack of unity of invention before the
International Searching Authority.

(a) If the applicant disagrees with the holding of lack of unity
of invention by the International Searching Authority, addi-
tional fees may be paid under protest, accompanied by a request
forrefund and a statement setting forth reasons for disagreement
or why the required additional fees are considered excessive, or
both (PCT Rule 40.2(c)).

(b) Protest under paragraph (a) of this section will be exam-
ined by the Commissioner or the Commissioner’s designee. In
the event that the applicant’s protest is determined to be justi-
fied, the additional fees or a portion thercof will be refunded.

(c) An applicant who desires that a copy of the protest and
the decision thereon accompany the international search report
when forwarded to the Designated Offices, may notify the
International Searching Authority to that effect any time priorto
the issuance of the international search report. Thereafter, such
notification should be directed to the International Bureau (PCT
Rule 40.2(c)).

[43 FR 20466, May 11, 1978; redesignated and amended at S2 FR
20047, May 28, 1987]

INTERNATIONAL PRELIMINARY EXAMINATION

§ 1.480 Demand for international preliminary
examination.
(@) On the filing of a Demand and payment of the fees for
international preliminary examination (§ 1.482), the interna-
tional application shall be the subject of an international pre-
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liminary examination. The preliminary examination fee (§
1.482(a)(1)) and the handling fee (§ 1.482(b)) shall be due atthe
time of filing of the Demand.

(b) The Demand shall be made on a standardized printed
form. Copies of the printed Demand forms are available from
the Patent and Trademark Office. Letters requesting printed
forms should be marked “Box PCT".

(c) If the Demand is made prior to the expiration of the 19th
month from the priority date and the United States of America
is elected, the provisions of § 1.495 shall apply rather than §
1.494.

(d) Withdrawal of a proper Demand prior to the start of the
international preliminary examination will entitle applicant to a
refund of the preliminary examination fee minus the amount of
the transmittal fee set forth in § 1.445(a)(1).

[52 FR 20048, May 28, 1987; para. (d), 53 FR 47810, Nov. 28,
1988, effective Jan. 1, 1989]

§ 1.482 International preliminary examination fees.
(a) The following fees and charges for international prelimi-

.nary examination are established by the Commissioner under
the authority of 35 U.S.C. 376:

(1) A preliminary examination fee is due on filing the

_Demand:

- (i) Where an international search fee as set forth in §
1.445(a)(2) has been paid on the international application to the
United States Patent and Trademark Office as an International
Searching Authority, a preliminary examination

2 Of e $400.00

- (ii) Where the International Searching Authority for the
international application was an authority other than the United
States Patent and Trademark Office, a preliminary examination
£EE Of ettt sttt ctanrnsaesesaseeesesns e snene s sanen $600.00

(2) An additional preliminary examination fee when re-
quired, per additional invention:

(i) Where a supplemental search fee as set forth in §
1.445(a)(3) has been paid on the international application to the
United States Patent and Trademark Office as an International
Searching AUthOTILY .....c.cccocrierrnnrerneranesresesesneresesesas $130.00

(ii) Where the International Searching Authority for the
international application was an authority other than the United
States Patent and Trademark Office.......ccocerverreerevenees $200.00

(b) The handling fe¢ is due on filing the Demand. Any
necessary supplement to the handling fee shall be paid directly
to the International Bureau.

(35 U.S.C. 6, 376)

IOAIB Control No. 0651-0011]

[S2 FR 20048, May 28, 1987; para. (a), 54 FR 6893, Feb. 15, 1989,
effecidve Apr. 17, 1989]

§ 1.484 Conduct of international preliminary
examination.
(@) An international preliminary examination will be con-
ducted to formulate a non-binding opinion as to whether the

- claimed invention has novelty, involves inventive step (is non-

obvious) and is industrially applicable.
+  (b) Nointernational preliminary examination report will be
established prior to issuance of an international search report.
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(c) No international preliminary examination will be con-
ducted on inventions not previously searched by an Interna-
tional Searching Authority.

(d) The International Preliminary Examining Authority will
establish a written opinion if any defect exists or if the claimed
invention lacks novelty, inventive step or industrial applicabil-
ity and will setanon-extendable time limit in the written opinion
for the applicant to respond.

(e) If no written opinion under paragraph (d) of this section
is necessary, or after any written opinion and the response
thereto or the expiration of the time limit for response to such
written opinion, an international preliminary examination re-
port will be established by the International Preliminary Exam-
ining Authority. One copy will be submitted to the International
Bureau and one copy will be submitted to the applicant.

(f) An applicant will be permitted a personal or telephone
interview with the examiner, which must be conducted during
the non-extendable time limit for response by the applicanttoa
written opinion. Additional interviews may be conducted where
the examiner determines that such additional interviews may be
helpful to advancing the international preliminary examination
procedure. A summary of any such personal or telephone
interview must be filed by the applicant as a part of the response
to the written opinion or, if applicant files no response, be made
of record in the file by the examiner.

[52 FR 20049, May 28, 1987}

§ 1.485 Amendments by applicant during
international preliminary examination.

The applicant may make amendments at the time of filing of
the Demand and within the time limit set by the International
Preliminary Examining Authority for response to any written
opinion. Any such amendments must-

(1) be made by submitting a replacement sheet for every
sheet of the application which differs from the sheet it replaces
unless an entire sheet is cancelled and

(2) include a description of how the replacement sheet
differs from the replaced sheet.

If an amendment cancels an entire sheet of the international
application, that amendment shall be communicated in a letter.

[Added 52 FR 20049, May 28, 1987]

§ 1.487 Unity of Invention before the International
Preliminary Examining Authority.

(a) Aninternational application before the International Pre-
liminary Examining Authority will be considered to have unity
of invention if the claims are in accordance with PCT Rule 13
(see § 1.475(f)).

(b) An international application containing claims to differ-
ent categories of invention will be considered to have unity of
invention if the claims are drawn only to one of the combina-

-tions of categories as set forth in PCT Rule 13.2 (see § 1.475(1))

or 10 the combination of -

(1) a product and a process for the manufacture of said
product or

(2) a product and a process of use of said product.
If an application contains claims to more or less than one of the
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§ 1.488

combinations of categories of invention set forth in PCT Rule
13.2 (see § 1.475(f)) or a combination set forth in paragraphs
(b)(1) or (2) of this section, unity of invention may not be
present.

(c) If an international application contains claims to a
category of invention in addition to those categories included in
any one of the combinations specified in paragraph (b) of this
section, lack of unity of invention may be held between the
categories included in the combination and the claims to the
additional category of invention.

(d) Unity of invention will exist where the claims are limited
to one of the combinations of categories set forth in PCT Rule
13.2 (see § 1.475(f)) or a combination set forth in paragraphs
(b)(1) or (2) of this section. If multiple products, processes of
manufacture or uses are claimed, the first invention of the
category first mentioned in the claims of the application and the
first recited invention of each of the other categories related
thereto will be considered as the inventions to be examined. Any
such holding by the examiner will be made of record asa holding
of lack of unity of invention.

(e) The inventions recited by the claims of different catego-
ries must be related rather than independent inventions.

[Added 52 FR 20049, May 28, 1987, effective July 1, 1987]

§ 1.488 Determination of unity of invention before the
International Preliminary Examining Authority.

(a) Before establishing any written opinion or the interna-
tional preliminary examination report, the International Pre-
liminary Examining Authority will determine whether the inter-
national application complies with the requirement of unity of
invention as set forth in § 1.487.

(b) If the International Preliminary Examining Authority
considers that the international application does not comply
with the requirement of unity of invention, it may:

(1) Issue a written opinion and/or an international prelimi-
nary examination report, in respect of the entire international
application and indicate that unity of invention is lacking and
specify the reasons therefor without extending an invitation to
restrict or pay additional fees. No international preliminary
examination will be conducted on inventions not previously
scarched by an International Searching Authority.

(2) Invite the applicant to restrict the claims or pay addi-
tional fees, pointing out the categories of the invention found,
within a set time limit which will not be extended. No interna-
tionai preliminary examination will be conducted on inventions
not previously searched by an International Preliminary Exam-
ining Authority, or

(3) If applicant fails to restrict the claims or pay additional
fees within the time limit set for response, the International
Preliminary Examining Authority will issue a written opinion
and/or establish an international preliminary examination re-
port on the main invention and shall indicate the relevant facts
in the said report. In case of any doubt as to which invention is
the main invention, the invention first mentioned in the claims
and previously scarched by an International Searching Author-
ity shall'be considered the main invention.

(c) Lack of unity of invention may be directly evident before
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considering the claims in relation to any prior art, or after taking
the prior art into consideration, as where a document discovered
during the search shows the invention claimed in a generic or
linking claim lacks novelty or is clearly obvious, leaving two or
more claims joined thereby without a common inventive con-
cept. In such a case the International Preliminary Examining
Authority may raise the objection of Iack of unity of invention.
{52 FR 20049, May 28, 1987]

§ 1.489 Protest to lack of unity of invention before the
Internaticnal Preliminary Examining Authority.

(a) If the applicant disagrees with the holding of lack of
unity of invention by the International Preliminary Examining
Authority, additional fees may be paid under protest, accompa-
nied by arequest for refund and a statement setting forth reasons
for disagreement or why the required additional fees are exces-
sive, or both.

(b) Protest under paragraph (a) of this section will be
examined by the Commissioner or the Commissioner’s desig-
nee. In the event that the applicant’s protest is determined o be
justified, the additional fees or a portion thereof will be re-
funded.

(c) Anapplicant who desires that a copy of the protest and
the decision thereon accompany the international preliminary
examination report when forwarded to the Elected Offices, may
notify the International Preliminary Examining Authority to
that effect any time prior to the issuance of the international
preliminary examination report. Thereafter, such notification
should be directed to the International Bureau.

{Added 52 FR 20050, May 28, 1987, effective July 1, 1987]

NATIONAL STAGE

§ 1.491 Entry into the national stage.

An international application enters the national stage when
the applicant has filed the documents and fees required by 35
U.S.C. 371(c) within the periods set in § 1.494 or § 1.495.

[Added 52 FR 20050, May 28, 1987}

§ 1.492 National stage fees.

The following fees and charges for international applica-
tions entering the national stage under 35 U.S.C. 371 are
established by the Commissioner under 35 U.S.C. 376:

(a) The basic national fee:

(1) Where an international preliminary examination fee
as set forth in § 1.482 has been paid on the international
application to the United States Patent and Trademark Office:

By asmallentity (§ 1.9(5)} ..cevovervvreverenens $165.00
By other than a small entity ...................$330.00

(2) Where no international preliminary examination fee
as set forth in § 1.482 has been paid to the United States Patent
and Trademark Office, but an international search fee as set
forth in § 1.445(a)(2) has been paid on the international appli-
cation to the United States Patent and Trademark Office as an
International Searching Authority:
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By a small entity (§ 1.9(f)) vcvevvvvrernccrsere $185.00
By other than a small entity ........cceervuueee $370.00

(3) Where no intemational preliminary examination fee
as set forth in § 1.482 has been paid and no international search
fee as set forth in § 1.445(2)(2) has been paid on the international
application to the United States Patent and Trademark Office:

By asmall entity (§ 1.9(£)) «cceveeeecnreccnnns $250.00
By other than a small entity .........ccceeuees $500.00

(4) Where the international preliminary examination fee as
set forthin § 1.482 has been paid to the United States Patentand
Trademark Office and the international preliminary examina-
tion report states that the criteria of novelty, inventive step (non-
obviousness), and industrial applicability, as defined in PCT
Article 33(1) to (4) have been satisfied for all the claims pre-
sented in the application entering the national stage (see §
1.496(b)):

By a small entity (§ 1.9(F)) <oveeeeerveerenncccnne $25.00
‘ By other than a small entity ........ccccceeenens $50.00

(b) In addition to the basic national fee, for filing or later
-presentation of each independent claim in excess of 3:

By a small entity (§ 1.9(F)) --vveiresnecncacennns $18.00
By other than a small entity ........c.cccccu $36.00

(c) In addition to the basic national fee, for filing or later

' “presentation of each claim (whether independent or dependent)

in excess of 20 (Note that § 1.75(c) indicates how multiple
dependent claims are considered for fee calculation purposes.):

By a small entity (§ 1.9(E) «ceeveveverrvenieenens $6.00
By other than a small entity ...........ceereeees $12.00

(d) In addition to the basic national fee, if the application
contains, or is amended to contain, a multiple dependent
claim(s), per application:

By asmall entity (§ 1.9(f)) cceeeereveveveencnnnens $60.00
By other than a small entity ..........eeueees $120.00

(If the additional fees required by paragraphs (b), (c), and
(d) are not paid on presentation of the claims for which the
additional feesare duc, they must be paid or the claims cancelled
by amendment, prior to the expiration of the time period set for
response by the Office in any notice of fee deficiency.)

(e) Surcharge for filing the basic national fee or oath or
declaration later than 20 months from the priority date pursuant
to § 1.494(c) or later than 30 months from the priority date
pursuant to § 1.495(c):

. By asmall entity (§ 1.9(f)) «ooevvvreerecneennan $60.00
0 By other than a small entity ......cccoeueree $120.00

§ 1.494

(f) For filing an English translation of an international
application later than 20 months afier the priority date (§
1.494(c)) or for filing an English wanslation of the international
application or of any annexes 1o the international preliminary
examination report later than 30 months after the priority date (§
1.495(c) and (&)} ..$30.00

35 U.8.C. 6,376)

{52 FR 20050, May 28, 1987, effective July 1, 1987, paras. (a)(1)
- (3). (b), (d)- (f). 54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989}

§ 1.494 Entering the national stage in the United States
of America as a Designated Office.

(a) Where no Demand has been filed with an appropriate
International Preliminary Examining Authority by the expira-
tion of 19 months from the priority date (see § 1.495), the
applicant must fulfill the requirements of PCT Article 22 and 35
U.S.C. 371 within the time periods set forth in paragraphs (b)
and (c) of this section in order to prevent the abandonment of the
international application as to the Unites States of America.
International applications for which those requirements are
timely fulfilled will enter the national stage and obtain an
examination as to the patentability of the inventionin the United
States of America.

(b) The applicant shall furnish to the United States Patent
and Trademark Office not later than the expiration of 20 months
from the priority date -

(1) acopy of the international application, unless it has been
previously communicated by the International Bureau or unless
it was originally filed in the United StatesPatent and Trademark
Office;

(2) a translation of the international application into the
English language, if it was originally filed in another language;

(3) the basic national fee (see § 1.492(a)); and

(4) an oath or declaration of the inventor (see § 1.497).

(c) The applicant may furnish any required English transla-
tion of the international application, the basic national fee and
the oath or declaration of the inventor after 20 months but not
later than the expiration of 22 months from the priority date. The
payment of the processing fee set forth in § 1.492(f) is required
for acceptance of an English translation later than the expiration
of 20 months after the priority date. The payment of the
surcharge set forthin § 1.492(e)isrequired for acceptance of the
basic national fee or the oath or declaration of the inventor later
than the expiration of 20 months after the priority date.

(d) A copy of any amendments to the claims made under
PCT Article 19, and a translation of those amendments into
English, if they were made in another language, must be
furnished not later than the expiration of 20 months from the
priority date. Amendments under PCT Article 19 which are not
received by the expiration of 20 months from the priority date
will be considered to be cancelled.

(e) Verification of the translation of the international appli-
cation or any other document pertaining to an international ap-
plication may berequired where itisconsidered necessary, if the
international application or other document was filed in a
language other than English.

(f) The documents and fees submitted under paragraphs (b)
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§ 1.495

and (¢) of this section must be clearly identified as a submission
to enter the national stage under 35 U.S.C. 371, otherwise the
submission will be considered as being made under 35
U.S.C.111,

(2) The time limits set out in paragraphs (b}, (¢) and (d) of
this section may not be extended pursuant to § 1.136 or other-
wise.

(h) An international application becomes abandoned as to
the United States 20 months from the priority date if a copy of
the international application is not commaunicated to the Patent
and Trademark Office prior to 20 months from the priority date
where the United States has been designated but not elected
pror to 19 months from the priority date. If a copy of the
international application is communicated within 20 months to
the Patent and Trademark Office, an international application
will become abandoned as to the United States 22 months from
the priority date if the required English translation(s), fees and
oath or declaration under 35 U.S.C. 371(c) are not filed within
22 months from the priority date.

[@dded 52 FR 20050, May 28, 1987]

§ 1.495 Entering the national stage in the United States
of America as an Elected Qffice

(2 Where a Demand has been filed with an appropriate
International Preliminary Examining Authority and not with-
drawn by the expiration of 19 months from the priority date, the
applicant must fulfill the requirements of 35 U.S.C. 371 within
the time periods set forth in paragraphs (b) and (c) of this section
in order to prevent the abandonment of the international appli-
cation as to the Unites States of America. International applica-
tions for which those requirements are timely fulfilled will enter
the national stage and obtain an examination as to the patenta-
bility of the invention in the Unites State of America.

(b) The applicant shall furnish to the United States Patent
and Trademark Office not later than the expiration of 30 months
from the priority date-

(1)acopy of the international application, unless it has been
previously communicated by the International Bureau or unless
itwas originally filed in the United States Patent and Trademark
Office;

(2) a translation of the international application into the
English language, if it was originally file in another language;

(3) the basic national fee (see § 1.492(a)); and

(4) an oath or declaration of the inventor (see § 1.497).

(c) The applicant may furnish any required English transla-
tion of the international application, the basic national fee and
the oath or declaration of the inventor after 30 months but not
later than the expiration of 32 months from the priority date. The
payment of the processing fee set forth in § 1.492(f) is required
for acceptance of an English translation later than the expiration
of 30 months after the priority date. The payment of the
surcharge set forth in § 1.492(e) is required for acceptance of the
basic national fee or the oath or declaration of the inventor later
than the expiration of 30 months after the priority date.

(d) A copy of any amendments to the claims made under
PCT'Article 19, and a translation of those amendments into
English, if they were made in another language, must be
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furnished not later than the expiration of 30 months from the
priority date, Amendments under PCT Article 19 which are not
received by the expiration of 30 months from the priority date
will be considered to be cancelled.

(e) A translation into English of any annexes to the interna-
tional preliminary examinationrepost, if the annexes were made
in another language, must be furnished not later than the
expiration of 30 months from the priority date. Translations of
the annexes which are not received by the expiration of 30
months from the priority date may be submitted within 32
months from the priority date accompanied by the processing
fee set forth in § 1.492(f). Translations of the annexes which are
not timely received will be considered to be cancelled.

(f) Verification of the translation of the international appli-
cation or any other document pertaining to an international ap-
plication may be required where itis considered necessary, if the
international application or other document was filed in a
language other than English.

(g) The documents submitted under paragraphs (b) and (c)
of this section must be clearly identified as a submission to enter
the national stage under 35.U.S.C. 371, otherwise the submis-
sion will be considered as being made under 35 U.S.C.111.

(h) The time limits set out in paragraphs (b), (c), (d) and (e)
of this section may not be extended pursuant to § 1.136 or oth-
erwise.

(i) An international application becomes abandoned as to
the United States 30 months from the priority date if a copy of
the international application is not communicated to the Patent
and Trademark Office prior to 30 months from the priority date
and a Demand for International Preliminary Examination which
elected the United States of America has been filed prior to the
expiration of 19 months from the priority date. If a copy of the
international application is communicated within 30 months o
the Patent and Trademark Office, an international application
will become abandoned as to the United States 32 months from
the priority date if the required English translation(s), fees and
oath or declaration under 35 U.S.C. 371(c) are not filed within
32 months from the priority date.

fAdded 52 FR 20051, May 28, 1987, effective July 1, 1987}

§ 1.496 Examination of international applications in the
national stage.

(a) International applications which have complied with the
requirements of 35 U.S.C. 371(c) will be taken up for action
based on the date on which such requirements were met.
However, unless an express request for early processing has
been filed under 35 U.S.C. 371(f), no action may be taken prior
to one month after entry into the national stage.(b) A national
stage application filed under 35 U.S.C. 371 may have paid
therein the basic national fee as set forth in § 1.492(a)(4) if it
confains, or is amended to contain, at the time of entry into the
national stage, only claims which have been indicated in an
international preliminary examination report prepared by the
United States Patent and Trademark Office as satisfying the
criteria of PCT Article 33(1)-(4) as to novelty, inventive step
and industrial applicability. Such national stage applications in
which the basic national fee as set forthin § 1.492(a)(4) hasbeen
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paid may be amended subsequent to the date of entry into the
national stage only to the extent necessary to eliminate objec-
tions as to form or to cancel rejected claims. Such national stage
applications in which the basic national fee as set forth in §
1.492(a)(4) has been paid will be taken up out of order.
[Added 52 FR 20051, May 28, 1987, effective July 1, 1987}

§ 1.497 Oath or declaration under 35 U.S.C. 371(c)(4).

(a) When an applicant of an international application, if the
inventor, desires to enter the national stage under 35U.8.C. 371
pursuant to § 1.494 or § 1.495, he or she must file an oath or
declaration in accordance with § 1.63.

(b) If the international application was made as provided in
§ 1.422, 1.423 or 1.425, the applicant shall state his or her
relationship to the inventor and, upon information and belief,
the facts which the inventor is required by § 1.63 to state.

[Added 52 FR 20052, May 28, 1987, effective July 1, 1987]

§ 1.499 Unity of invention during the national stage.
(a) An international application which has entered the na-
«tional stage by meeting the requirements of 35 U.S.C. 371 will
be considered to have unity of invention if the claims are in
accordance with PCT Rule 13 (see § 1.475(f)).
. {(b) Anapplication in the national stage containing claims to
“different categories of invention will be considered to have
unity of invention if the claims are drawn only to one of the
combinations of categories as set forth in PCT Rule 13.2 (see §
1.475(f)) or to the combination of -
(1) a product and a process for the manufacture of said
product or
(2) a product and a process of use of said product.
If an application contains claims to more or less than one of the
combinations of categories of invention set forth in PCT Rule
13.2 (see § 1.475(F)) or a combination set forth in paragraphs
(b)(1) and (2) of this section, unity of invention may not be
present.

(c) If an application in the national stage contains claims to
a category of invention in addition to those categories included
in any one of the combinations specified in paragraph (b) of this
section, lack of unity of invention may be held between the
categories included in the combination and the claims to the
additional category of invention.

(d) Unity of invention will exist in an application in the
national stage where the claims are limited to one of the
combinations of categories set forth in PCT Rule 13.2 (see §
1.475(f)) or a combination set forth in paragraphs (b)(1) or (2)
of this section. If multiple products, processes of manufacture or
uses are claimed, the first invention of the category first men-
tioned in the claims of the application and the first recited
invention of each of the other categories related thereto will be
considered as the elected invention to be examined. Any such
holding of an election by the examiner will be made in the form
of a restriction requirement which confirms the election made
by the presentation of claims. Such a restriction requirement
“would be made on the basis of whether the inventions are

{ndependent and distinct. Applicant has the right to traverse
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such a restriction requirement in the response o the Office
action in which the election is indicated.

(e) The inventions recited by the claims of different catego-
ries must be related rather than independent inventions,

(f) If the examiner finds that a national stage application
lacks unity of invention, the examiner may in an Office action
require the applicant in the response to that Office action to elect
the invention to which the claims shall be restricted, this official
action being called a requirement for restriction. Such require-
ment may be made before any action on the merits but may be
made at any time before the final action at the discretion of the
examiner. Review of any such requirement is provided under §§
1.143 and 1.144.

[Added 52 FR 20052, May 28, 1987, effective July 1, 1987]

Subpart D - Reexamination of Patents

CITATION OF PRIOR ART

§ 1.501 Citation of prior arf in patent files.

(a) At any time during the period of enforceability of a
patent, any person may cite to the Patent and Trademark Office
in writing prior art consisting of patents or printed publications
which that person states to be pertinent and applicable to the
patent and believes to have a bearing on the patentability of any
claim of a particular patent,. If the citation is made by the patent
owner, the explanation of pertinency and applicability may
include an explanation of how the claims differ from the prior
art. Citations by the patent owner under § 1.555 and by a
reexamination requester under either § 1.510 or § 1.535 will be
entered in the patent file during a reexamination proceeding.
The entry in the patent file of citations submitted after the date
of an order to reexamine pursuant to § 1.525 by persons other
than the patent owner, or a reexamination requester under either
§ 1.510 or § 1.535, will be delayed until the reexamination
proceedings have been terminated.

(b) If the person making the citation wishes his or her
identity to be excluded from the patent file and kept confiden-
tial, the citation papers must be submitted without any identifi-
cation of the person making the submission.

(c) Citations of patent or printed publications by the public
in patent files should either: (1) Reflect that a copy of the same
has been mailed to the patent owner at the address as provided
forin § 1.33(c); or in the event service is not possible (2) be filed
with the Office in duplicate.

[46 FR 29185, May 29, 1981, effective July 1, 1981]

REQUEST FOR REEXAMINATION

§ 1.510 Request for reexamination.

(a) Any person may, at any time during the period of
enforceability of a patent, file a request for reexamination by the
Patent and Trademark Office of any claim of the patent on the
basis of prior art patents or printed publications cited under §
1.501. The request must be accompanied by the fee for request-
ing reexamination set in § 1.20(c).

Rev. 11, Apr. 1989



§ 1.515

(b) Any request for reexamination must include the follow-
ing parts:

(1) A statement pointing out each substantial new question
of patentability based on prior patents and printed publications.

(2) An identification of every claim for which reexamina-
tion is requested, and a detailed explanation of the pertinency
and manner of applying the cited prior art to every claim for
which reexamination is requested. If appropriate the party
requesting reexamination may also point out how claims distin-
guish over cited prior art.

(3) A copy of every patent or printed publication relied
upon or referred to in paragraph (b)(1) and (2) of this section ac-
companied by an English language translation of all the neces-
sary and pertinent parts of any non-English language patent or
printed publication.

(4) The entire specification (including claims) and draw-
ings of the patent for which reexamination is requested must be
furnished in the form of cut-up copies of the original patent with
only a single column of the printed patent securely mounted or
reproduced in permanent form on one side of a separate paper.
A copy of any disclaimer, certificate of correction, or reexami-
nation certificate issued in the patent must also be included.

(5) A certification that a copy of the request filed by a
persorrother than the patent owner has been served in its entirety
on the patent owner at the address as provided for in § 1.33(c).
The name and address of the party served must be indicated. If
service was not possible, a duplicate copy must be supplied to
the Office.

(0 If the request does not include the fee for requesting
reexamination orall of the parts required by paragraph (b) of this
section, the person identified as requesting reexamination will
be so notified and given an opportunity to complete the request
within a specified time. If the fee for requesting reexamination
has been paid but the defect in the request is not corrected within
the specified time, the determination whether or not to institute
reexamination will be made on the request as it then exists. If the
fee for requesting reexamination has not been paid, no determi-
nation will be made and the request will be placed in the patent
file as a citation if it complies with the requirements of §
1.501(a).

(d) The filing of the request is: (1) The date on which the
request including the entire fee for requesting reexamination is
received in the Patent and Trademark Office; or (2) the date on
which the last portion of the fee for requesting reexamination is
received.

(¢} A request filed by the patent owner, may include a
proposed amendment in accordance with § 1.121(f).

(f) If a request is filed by an attorney or agent identifying
another party on whose behalf the request is being filed, the
attorney or agent must have a power of attorney from that party
or be acting in a representative capacity pursuant to § 1.34(a).

OMB Control N, 0651-0011]

[46 FR 29185, May 29, 1981, effective July 1, 1981; para. (a), 47
FR 41282, Sept. 17, 1982, effective Oct. 1, 1982}
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§ 1.515 Determination of the request for
reexamination.

(a) Within three months following the filing date of arequest
for reexamination, an examiner will consider the request and
determine whether or not a substantial new question of patenta-
bility affecting any claim of the patent is raised by the request
and the prior art cited therein, with or without consideration of
other patents or printed publications. The examiner’s determi-
nation will be based on the claims in effect at the time of the
determination and will become a part of the official file of the
patent and will be given or mailed to the patent cwner at the
address as provided for in § 1.33(c) and to the personrequesting
reexamination.

(b) Where no substantial new question of patentability has
been found, a refund of a portion of the fee for requesting
reexamination will be made to the requester in accordance with
§ 1.26(c).

{c) The requester may seck review by a petition to the
Commissioner under § 1.181 within one month of the mailing
date of the examiner’s determination refusing reexamination.
Any such petition must comply with § 1.181(b). If no petition is
timely filed or if the decision on petition affirms that no
substantial new question of patentability has been raised, the
determination shall be final and nonappealable.

{46 FR 29185, May 29, 1981, effective July 1, 1981}

§ 1.520 Reexamination at the initiative of the
Commissioner.

The Commissioner, at any time during the period of en-
forceability of a patent, may determine whether or nota substan-
tial new question of patentability is raised by patents or printed
publications which have been discovered by the Commissioner
or which have been brought to the Commissioner’s attention
even though no request for reexamination has been filed in
accordance with § 1.510. The Commissioner may initiate reex-
amination without a request for reexamination pursuant to §
1.510. Normally requests from outside the Patent and Trade-
mark Office that the Commissioner undertake reexamination on
his own initiative will not be considered. Any determination to
initiate reexamination under this section will become a part of
the official file of the patent and will be given or mailed to the
patent owner at the address as provided for in § 1.33(c).

{46 FR 29186, May 29, 1981, effective July 1, 1981}

REEXAMINATION

§ 1.525 Order to reexamine.

(a) If a substantial new question of patentability is found
pursuantto § 1.515or § 1.520, the determination will include an
order for reexamination of the patent for resolution of the
question. If the order for reexamination resulted from a petition
pursuant to § 1.515(c), the reexamination will ordinarily be
conducted by an examiner other than the examiner responsible
for the initial determination under § 1.515(a).

{b) If the order for reexamination of the patent mailed to the
patent owner at the address as provided for in § 1.33(c) is
returned to the Office undelivered, the notice published in the
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Official Gazette under § 1.11(c) will be considered o be
constructive notice and reexamination will proceed.
{46 FR 29186, May 29, 1981, effective July 1, 1981]

§ 1.530 Statement and amendment by patent owner.

(a) Except as provided in § 1.510(¢), no statement or other
response by the patent owner shall be filed prior to the determi-
nations made in accordance with §§ 1.515 or 1.520. If a
premature statement or other response is filed by the patent
owner it will not be acknowledged or considered in making the
determination.

(b) The order for reexamination will set a period of not less
than two months from the date of the order within which the
patent owner may file a statement on the new question of
patentability including any proposed amendments the patent
owner wishes to make,

(c) Any statement filed by the patent owner shall clearly
point out why the subject matter as claimed is not anticipated or
rendered obvious by the prior art patents or printed publications,
either alone or in any reasonable combinations. Any statement
filed must be served upon the reexamination requester in accor-
dance with § 1.248.

(d) Any proposed amendment to the description and claims
must be made in accordance with § 1.121(f). No amendment
thay enlarge the scope of the claims of the patent or introduce
new matter. No amended or new claims may be proposed for
entry inan expired patent. Moreover,noamended or new claims
will be incorporated into the patent by certificate issued after the
.. expiration of the patent.
~  (e) Although the Office actions will treat proposed amend-
ments as though they have been entered, the proposed amend-
ments will not be effective until the reexamination certificate is
issued.

[46 FR 29186, May 29, 1981, effective July 1, 1981}

§ 1.535 Reply by requester.

A reply to the patent owner’s statement under § 1.530 may
be filed by the reexamination requester within two months from
the date of service of the patent owner's statement. Any reply by
the requester must be served upon the patent owner in accor-
dance with § 1.248. If the patent owner does not file a statement
under § 1.530, no reply or other submission from the reexami-
nation requester will be considered.

{46 FR 29186, May 29, 1981, effective July 1, 1981}

§ 1.540 Consideration of responses.

The failure to timely file or serve the documents set forth in
§ 1.530 or in § 1.535 may result in their being refused consid-
eration. No submissions other than the statement puisuant to §
1.530 and the reply by the requester pursuant to § 1.535 will be
considered prior to examination.

[46 FR 29186, May 29, 1981, effective July 1, 1981}

§ 1.550 Conduct of reexamination proceedings.

(a) Allreexamination proceedings, including any appealsto
the Board of Patent Appeals and Interferences, will be con-
ducted with special dispatch within the Office. Afterissuance of
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the reexamination order and expiration of the time for submit-
ting any responses thereto, the examination will be conducted in
accordance with 88 1.104 through 1.119 and will result in the
issuance of a reexamination certificate under § 1.570.

(b) The patent owner will be given at least 30 days torespond
to any Office action. Such response may include further state-
ments in response to any rejections and/or proposed amend-
ments or new claims to place the patent in a condition where all
claims, if amended as proposed, would be patentable.

(c) The time for taking any action by a patent owner in a
reexamination proceeding will be extended only for sufficient
cause, and for a reasonable time specified. Any request for such
extension must be filed on or before the day on which action by
the patent owner is due, but in no case will the mere filing of a
request effect any extension.

- (d) Ifthe patent owner fails to file a timely and appropriate
response to any Office action, the reexamination proceeding
will be terminated and the Commissioner will proceed to issue
a certificate under § 1.570 in accordance with the last action of
the Office.

(¢) The reexamination requester will be sent copies of Office
actions issued during the reexamination proceeding. Any docu-
ment filed by the patent owner must be served on the requester
in the manner provided in § 1.248. The document must reflect
service or the document may be refused consideration by the
Office. The active participation of the reexamination requester
ends with the reply pursuant to § 1.535, and no further submis-
sions on behalf of the reexamination requester will be acknowl-
edged or considered. Further, no submissions on behalf of any
third parties will be acknowledged or considered unless such
submissions are (1) in accordance with § 1.510 or (2) entered in
the patent file prior to the date of the order to reexamine pursuant
to § 1.525. Submissions by third parties, filed after the date of
the order to reexamine pursuant to § 1.525, must meet the
requirements of and will be treated in accordance with §
1.501(a).

[46 FR 29186, May 29, 1981, effective July 1, 1981; para. (c), 49
FR 556, Jan. 4, 1984, effective Apr. 1, 1984; para. (a), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985]

§ 1.552 Scope of reexamination in reexamination
proceedings.

(a) Patent claims will be reexamined on the basis of patents
or printed publications.

(b) Amended or new claims presented during a reexamina-
tion proceeding must not enlarge the scope of the claims of the
patent and will be examined on the basis of patents or printed
publications and also for compliance with the requirements of
35U.S.C. 112 and the new matter prohibition of 35 U.S.C. 132,

(c) Questions other than those indicated in paragraphs (a)
and (b) of this section will not be resolved in a reexamination
proceeding. If such questions are discovered during a reexami-
nation proceeding, the existence of such questions will be noted
by the examiner in an Office action, in which case the patent
owner may desire to consider the advisability of filing a reissue
application to have such questions considered and resolved.

[46 FR 29186, May 29, 1981, effective July 1, 1981]
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§ 1.555 Duty of disclosure in reexamination
proceedings.

(a) A duty of candor and good faith toward the Patent and
Trademark Office rests on the patent owner, on each attorney or
agent who represenis the patent owner, and on every other
individual who is substantively involved on behalf of the patent
owner in a reexamination proceeding. All such individuals who
are aware, or become aware, of patenis or printed publications
material to the reexamination which have not been previously
made of record in the patent file must bring such patents or
printed publications to the attention of the Office. An informa-
tion disclosure statement, preferably in accordance with § 1.98,
should be filed within two months of the date of the order for
reexamination, or as soon thereafter as possible in order to bring
such patents or printed publications to the attention of the
Office.

(b) Disclosures pursuant to this section must be accompa-
nied by a copy of each foreign patent document or non-patent
printed publication which is being disclosed or by a statement
that the copy is not in the possession of the person making the
disclosure and may be made to the Office through an attorney or
agent having responsibility on behalf of the patent owner for the
reexamination proceeding or through a patent owner acting in
his orher own behalf. Disclosure to such an attorney, agent or
patent owner shall satisfy the duty of any other individual. Such
an attorney, agent or patent owner has no duty to transmit
information which is not material to the reexamination.

_(c) The duties of candor, good faith, and disclosure required
in paragraph (a) of this section have not been complied with if
any fraud was practiced or attempted on the Office or there was
any violation of the duty of disclosure through bad faith or gross
negligence by, or on behalf of, the patent owner in the reexami-
nation proceeding.

(d) Theresponsibility for compliance with this section rests
upon the individuals identified in paragraph (a) of this section
and no evaluation will be made in the reexamination proceeding
by the Office as to compliance with this section. If questions of
compliance with this section are discovered during a reexami-
nation proceeding, they will be noted as unresolved questions in
accordance with § 1.552(c).

[46 FR 29187, May 29, 1981, effective July 1,1981; 47 FR 21752,
May 19, 1982, effective July 1, 1982; paras. (a) & (b), 49 FR 556, Jan.
4, 1984, effective Apr. 1, 1984]

§ 1.560 Interviews in reexamination proceedings.

(a) Interviews in reexamination proceedings pending before
the Office between examiners and the owners of such patents or
their attorneys or agents of record must be had in the Office at
such times, within Office hours, as the respective examiners
may designate. Interviews will not be permitted at any other
time or place without the authority of the Commissioner. Inter-
views for the discussion of the patentability of claims in patents
involved in reexamination proceedings will not be had prior to
the first official action thereon. Interviews should be arranged
forin advance. Requests that reexamination requesters partici-
pate in interviews with examiners witl not be granted.

(b) In every instance of an interview with an examiner, a
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complete written statement of the reasons presented at the
interview as warranting favorable action must be filed by the
patent owner. An interview does not remove the necessity for
response to Office actions as specified in § 1.111,

{46 FR 29187, May 29, 1981, effective July 1, 1981]

§ 1.565 Concurrent office proceedings.

() In any reexamination proceeding before the Office, the
patent owner shall call the attention of the Office to any prior or
concurrent proceedings in which the patent is or was involved
such as interferences, reissue, reexaminations, or litigation and
the results of such proceedings.

(b) If a patent in the process of reexamination is or becomes
involved in litigation or a reissue application for the patent is
filed or pending, the Commissioner shall determine whether or
not to stay the reexamination or reissue proceeding.

{(c) If reexamination is ordered while a prior reexamination
proceeding is pending, the reexamination proceedings will be
consolidated and result in the issuance of a single certificate
under § 1.570.

(d) If areissue application and a reexamination proceeding
on which an order pursuant to § 1.525 has been mailed are
pending concurrently on a patent, a decision will normally be
made to merge the two proceedings or to stay one of the two
proceedings. Where merger of a reissue application and a
reexamination proceeding is ordered, the merged examination
will be conducted in accordance with §§ 1.171 through 1.179
and the patent owner will be required to place and maintain the
same claims in the reissue application and the reexamination
proceeding during the pendency of the merged proceeding. The
examiner’s actions and any responses by the patent owner in a
merged proceeding will apply to both the reissue application
and the reexamination proceeding and be physically entered
into both files. Any reexamination proceeding merged with a
reissue application shall be terminated by the grant of the
reissued patent.

(e) If a patent in the process of reexamination is or becomes
involved in an interference, the Commissioner may stay reex-
amination or the interference. The Commissioner will not
consider a request to stay an interference unless a motion (§
1.635) to stay the interference has been presented to, and denied
by, an examiner-in-chief and the request is filed within ten (10)
days of a decision by an examiner-in-chief denying the motion
for a stay or such other time as the examiner-in-chief may set.

[46 FR 29187, May 29, 1981, effective July 1, 1981; paras. (b) &
(d)., 47 FR 21753, May 19, 1982, effective July 1, 1982; paras. (b) &
(e),49FR 48416, Dec. 12,1984, 50 FR 23123, May 31, 1985, effective
Feb. 11, 1985]

CERTIFICATE

§ 1.570 Issuance of reexamination certificate after
reexamination proceedings.

(a) Upon the conclusion of reexamination proceedings, the
Commissioner will issue a certificate in accordance with 35
U.S.C. 307 setting forth the results of the reexamination pro-
ceeding and the content of the patent following the reexamina-
tion proceeding.
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(b) A certificate will be issued in each patent in which a
reexamination proceeding has been ordered under § 1.525. Any
statutory disclaimer filed by the patent owner will be made part
of the certificate.

(c) The certificate will be mailed on the day of its date to the
patent owner at the address as provided for in § 1.33(c). A copy
of the certificate will also be mailed to the requester of the
reexamination proceeding.

(d) If acertificate has been issued which cancels all of the
claims of the patent, no further Office proceedings will be
conducted with regard to that patent or any reissue applications
or reexamination requests relating thereto.

(e) If the reexamination proceeding is terminated by the
grant of areissued patent as provided in § 1.565(d) the reissued
patent will constitute the reexamination certificate required by
this section and 35 U.S.C. 307.

(f) A notice of the issuance of each certificate under this
section will be published in the Official Gazette on its date of

issuance.
[46 FR 29187, May 29, 1981, effective July 1, 1981; para. (e), 47
FR 21753, May 19, 1982, effective date July 1, 1982]

Subpart E - Interferences

$1.601 Scope of rules, definitions.

This subpart governs the procedure in patent interferences in
the Patent and Trademark Office. This subpart shall be con-
strued to secure the just, speedy, and inexpensive determination

-. of every interference. For the meaning of terms in the Federal
‘Rules of Evidence as applied to interferences, see § 1.671(c).

Unless otherwise clear from the context, the following defini-
tions apply to this subpart:

(a) “Additional discovery” is discovery to which a party
may be entitled under § 1.687 in addition to discovery to which
the party is entitled as a matter of right under § 1.673(a) and (b).

(b) “Affidavit” means affidavit, declaration under § 1.68,or
statutory declaration under 28 U.S.C. 1746. A transcript of an ex
parte deposition may be used as an affidavit.

(c) “Board” means the Board of Patent Appeals and Inter-
ferences.

(d) “Case-in-chief” means that portion of a party’s case
where the party has the burden of going forward with evidence.

(e) “Case-in-rebuttal” means that portion of a party’s case
where the party presents evidence in rebuttal to the case-in-chief
of another party.

(f) A““count” definesthe interfering subject matter between
(1) two or more applications or (2) one or more applications and
one or more patents. When there is more than one count, each
count shall define a separate patentable invention. Any claim of
an application or patent which corresponds to a count is a claim
involved in the interference within the meaning of 35 U.S.C.
135(a). A claim of a patent or application which is identical to
acount is said to “correspond exactly” to the count. A claim of
a patent or application which is not identical to a count, but

- which defines the same patentable invention as the count, is said

to “correspond substantially” to the count. When a count is
broader in scope than all claims which correspond to the count,
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the count is 2 “phantom count.” A phantom count is not
patentable to any party.

() The “cffective filing date” of an application or a patent
is the filing date of an earlier application accorded to the appli-
cation or patent under 35 U.S.C. 119, 120, or 365.

(h) In the case of an application, “filing date™ means the
filing date assigned to the application. In the case of a patent,
“filing date” means the filing date assigned to the application
which issued as the patent.

(i) An“interference” is a proceeding instituted in the Patent
and Trademark Office before the Board to determine any
question of patentability and priority of invention between two
or more parties claiming the same patentable invention. An
interference may be declared between two or more pending
applications naming different inventors when, in the opinion of
an examiner, the applications contain claims for the same
patentable invention. An interference may be declared between
one or more pending applications and one or more unexpired
patents naming different inventors when, in the opinion of an
examiner, any application and any unexpired patent contain
claims for the same patentable invention.

(j) An “interference-in-fact” exists when at least one claim
of a party which corresponds to a count and at least one claim of
an opponent which corresponds to the count define the same
patentable invention.

(k) A “lead” attorney or agent is a registered attomey or
agent of record who is primarily responsible for prosecuting an
interference on behalf of a party and is the attorney or agent
whom an examiner-in-chief may contact to set times and take
other action in the interference.

(1) A “party”is (1) an applicant or patentee involved in the
interference or (2) a legal representative or an assignee of an
applicant or patentee involved in an interference. Where acts of
a party are normally performed by an attorney or agent, “party”
may be construed to mean the attorney or agent. An “inventor”
is the individual named as inventor in an application involved in
an interference or the individual named as inventor in a patent
involved in an interference.

(m) A “senior party” is the party with earliest effective filing
date as to all counts or, if there is no party with the earliest
effective filing date as to all counts, the party with the earliest
filing date. A “junior party” is any other party.

(n) Invention “A” is the “same patentable invention” as an
invention “B” when invention “A” is the same as (35
U.S.C.102) or is obvious (35 U.S.C. 103) in view of invention
“B” assuming invention “B” is prior art withrespect to invention
“A”. Invention “A” is a “separate patentable invention” with
respect to invention “B” when invention “A” isnew (35 U.S.C.
102) and non-obvious (35 U.S.C. 103) in view of invention “B”
assuming invention “B” is prior art with respect to invention
“A”,

(0) “Sworn” means swormn or affirmed.

(® “United States” means the United States of America, its
territories and possessions.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR
23123, May 31, 1985, ]
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§ 1.602 Interest in applications and patents involved in
an interference,

(a) Unless good cause is shown, an interference shall not be
declared or continued between (1) applications owned by a
single party or (2) applications and an unexpired patent owned
by a single party.

(b) The parties, within 20 days after an interference is
declared, shall notify the Board of any and all right, title, and
interest in any application or patent involved or relied upon in
the interference unless the right, title, and interest is set forth in
the notice declaring the interference.

(c) If a change of any right, titde, and interest in any
application or patent involved or relied upon in the interference
occurs after notice is given declaring the interference and before
the time expires for seeking judicial review of a final decision
of the Board, the parties shall notify the Board of the change

within 20 days of the change.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.603 Interference between applications; subject
* matter of the interference.

Before an interference is declared between two or more
applications, the examiner must be of the opinion that there is
interfering subject matter claimed in the applications which is
patentable to each applicant subject to a judgment in the inter-
ference. The interfering subject matter shall be defined by one
or more counts. Each count shall define a separate patentable
invention. Each application must contain, or be amended to
contain, at least one claim which corresponds to each count. All
claims in the applications which define the same patentable
invention as a count shall be designated to correspond to the
count.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985}

§ 1.604 Request for interference between applications by
an applicant.

(2) An applicant may seek to have an interference declared
with an application of another by,

(1) Suggesting a proposed count and presenting at least one
claim corresponding to the proposed count oridentifying at least
one claim in his or her application that corresponds to the
proposed count,

(2) Identifying the other application and, if known, a claim
in the other application which corresponds to the proposed
count, and

(3) Explaining why an interference should be declared.

(b) When an applicant presents a claim known to the
applicant to define the same patentable invention claimed in a
pending application of another, the applicant shall identify that
pending application, unless the claim is presented in response to
a suggestion by the examiner. The examiner shall notify the
Commissioner of any instance where it appears an applicant
may have failed to comply with the provisions of this paragraph.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; para.
(a) amended 53 FR 23735, June 23, 1988, effective Sept. 12, 1988]
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§ 1.6058 Suggestion of claim to applicant by examiner.

(a) The examiner may suggest that an applicant present a
claim in an application for the purpose of an interference with
another application or a patent. The applicant to whomtheclaim
is suggested shall amend the application by presenting the sug-
gested claim with in a time specified by the examiner, not less
than one month. Failure or refusal of an applicant to timely
present the suggested claim shall be taken without further action
as a disclaimer by the applicant of the invention defined by the
suggested claim. At the time the suggested claim is presented,
the applicant may also (1) call the examiner’s attention to other
claimsalready in the application or which are presented with the
suggested claim and (2) explain why the other claims would be
more appropriate to be included in any interference which may
be declared.

(b) The suggestion of a claim by the examiner for the
purpose of an interference will not stay the period for respense
to any outstanding Office action. When a suggested claim is
timely presented, ex parte proceedings in the application will be
stayed pending a determination of whether an interference will

be declared.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.606 Interference between an application and apatent;
subject matter of the interference.

Before an interference is declared between an application
and an unexpired patent, an examiner must determine that there
is interfering subject matter claimed in the application and the
patent which is patentable to the applicant subject to a judgment
in the interference, The interfering subject matter will be de-
fined by one or more counts. Each count shall define a separate
patentable invention. Any application must contain, or be
amended to contain, at least one claim which corresponds to
eachcount. All claimsin the application and patent which define
the same patentable invention as a count shall be designated to
correspend to the count. At the time an interference is initially
declared (§ 1.611), a count shall not be narrower in scope than
any patentclaim which corresponds to the count and any single
patent claim will be presumed, subject to a motion under §
1.633(c), not to contain separate patentable inventions.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985}

§ 1.607 Request by applicant for interference with patent.

(a) Anapplicant may seck to have an interference declared
between an application and an unexpired patent by,

(1) Identifying the patent,

(2) Presenting a proposed count,

(3) Identifying at least one claim in the patent corresponding
to the proposed count,

(4) Presenting at least one claim corresponding to the pro-
posed count or identifying at least one claim already pending in
his or her application that corresponds to the proposed count,
and, if any claim of the patent or application identified as
corresponding to the proposed count does not correspond ex-
actly to the proposed count, explaining why each such claim
corresponds to the proposed count, and
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(5) Applying the terms of any application claim

(i) Identified as corresponding to the count and

(ii) Not previously in the application to the disclosure of the
application.

(b) When an applicant seeks an interference with a patent,
examination of the application, including any appeal to the
Board, shall be conducted with special dispatch within the
Patent and Trademark Office. The examiner shall determine
whether there is interfering subject matter claimed in the appli-
cation and the patent which is patentable to the applicant subject
toajudgmentin an interference. If the examiner determines that
there is any interfering subject matter, an interference will be
declared. If the examiner determines that there is no interfering
subject matter, the examiner shall state the reasons why an
interference is not being declared and otherwise act on the
application.

{(c) When an applicant presents a claim which corresponds
exactly or substantially to a claim of a patent, the applicant shall
identify the patent and the number of the patent claim, unless the
claim is presented in response to a suggestion by the examiner.
The examiner shall notify the Commissioner of any instance
where an applicant fails to identify the patent.

(d) A notice that an applicant is secking to provoke an
interference with a patent will be placed in the file of the patent
and a copy of the notice will be sent to the patentee. The identity
of the applicant will not be disclosed unless an interference is
declared. If a final decision is made not to declare an interfer-
ence, a notice to that effect will be placed in the patent file and

“-will be sent to the patentee.

= [49FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985, para.
(2) amended 53 FR 23735, June 23, 1988, effective Sept. 12, 1988]

§ 1.608 Interference between an application and apatent;
prima facie showing by applicant.

(a) When the earlier of the filing date or effective filing date
of an application is three months or less after the earlier of the
filing date or effective filing date of a patent, the applicant,
before an interference will be declared, shall file an affidavit
alleging that there is a basis upon which applicant is entitled to
a judgment relative to the patentee.

(b) When the earlier of the filing date or the effective filing
date of an application is more than three months after the earlier
of the filing date or the effective filing date under 35 U.S.C. 120
of a patent, the applicant, before an interference will be de-
clared, shall file (1) evidence which may consist of patents or
printed publications, other documents, and one or more affida-
vits which dernonstrate that applicant is prima facie entitled to
ajudgmentrelative tothe patentee and (2) an explanation stating
with particularity the basis upon which the applicant is prima

Jacie entitled to the judgment. Where the basis upon which an
applicantis entitled to judgment relative to a patentee is priority
of invention, the evidence shall include affidavits by the appli-
cant, if possible, and one or more corroborating witnesses,
supported by documentary evidence, if available, each setting
vut a factual description of acts and circumstances performed or
observed by the affiant, which collectively would prima facie
ehtitle the applicant to judgment on priority with respect to the
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earlier of the filing date or effective filing date of the patent. To
facilitate preparation of a record (§ 1.653 (g) and (h)) for final
hearing, an applicant should file affidavits on paper which is 8
122 x 11 inches (21.8 by 27.9 cm.). The significance of any
printed publication or other document which is self-authenticat-
ing within the meaning of Rule 902 of the Federal Rules of
Evidence or § 1.671(d) and any patent shall be discussed in an
affidavit or the explanation. Any printed publication or other
document which is not self-authenticating shall be authenti-
cated and discussed with particularity in an affidavit. Upon a
showing of sufficient cause, an affidavit may be based on
information and belief. If an examiner finds an application to be
in condition for declaration of an interference, the examiner will
consider the evidence and explanation only to the extent of
determining whether a basis upon which the application would
be entitled to a judgment relative to the patentee is alleged and,
if a basis is alleged, an interference may be declared.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.609 Preparation of interference papers by examiner.
When the examiner determines that an interference should
be declared, the examiner shall forward to the Board:
(a) All relevant application and patent files and
(b) A statement identifying:

(1) The proposed count or counts;

(2) The claims of any application or patent which corre-
spond to each count, stating whether the claims correspond
exactly or substantially to each count;

(3) The claims in any application which are deemed by the
examiner to be patentable over any count; and

(4) Whether an applicant or patentec is entitled to the
benefit of the filing date of an earlier application and, if so,
sufficient information to identify the earlier application.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.610 Assignment of interference to examiner-in-chief,
time period for completing interference.

(a) Each interference will be declared by an examiner-in-
chief who may enter all interlocutory orders in the interference,
except that only a panel consisting of at least three members of
the Board shall (1) hear oral argument at final hearing, (2) enter
a decision under §§ 1.617, 1.640(c) or (e), 1.652, 1.656(i) or
1.658 or (3) enter any other order which terminates the interfer-
ence.

(b) As necessary, another ex niner-in-chief may act in
place of the one who declared the interference. Unless otherwise
provided in this section, at the discretion of the examiner-in-
chief assigned to the interference, a panel consisting of two or
more members of the Board may enter interlocutory orders.

(c) Unless otherwise provided in this subpart, times for
taking action by a party in the interference will be set on a case-
by-case basis by the examiner-in-chief assigned to the interfer-
ence. Times for taking action shall be set and the examiner-in-
chief shall exercise control over the interference such that the
pendency of the interference before the Board does notnormally
exceed two years.
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(d) An examiner-in-chief may hold a conference with the
parties to consider: (1) Simplification of any issues, (2) the
necessity or desirability of amendments to counts, (3) the
possibility of obtaining admissions of fact and genuineness of
documents which will avoid unnecessary proof, (4) any limita-
tions on the number of expert witnesses, (5) the time and place
for conducting a deposition (§ 1.673(g)), and (6) any other
matter as may aid in the disposition of the interference. Aftera
conference, the examiner-in-chief may enter any order which
may be appropriate.

(e) The examiner-in-chief may determine a proper course of
conduct in an interference for any situation not specifically

covered by this part.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985}

§ 1.611 Declaration of interference.

(a) Notice of declaration of an interference will be sent to
each party.

(b) When anotice of declaration is returned to the Patentand
Trademark Office undelivered, or in any other circumstance
wheré appropriate, an examiner-in-chief may (1) send a copy of
the notice to a patentee named in a patent involved in an
interference or the patentee’s assignee of record in the Patent
and Trademark Office or (2) order publication of an appropriate
notice in the Official Gazette.

(c) The notice of declaration shall specify:

(1) The name and residence of each party involved in the
interference.

(2) The name and address of record of any attorney oragent
of record in any application or patent involved in the interfer-
ence;

(3) The name of any assignee of record in the Patent and
Trademark Office;

(4) Theidentity of any application or patent involved in the
interference;

(5) Where a party is accorded the benefit of the filing date
of an earlier application, the identity of the earlier application;

(6) The count or counts;

(7) The claim or claims of any application or any patent
which comrespond to each count; and

(8) The order of the parties.

(d) The notice of declaration may also specify the time for:
(1) Filing a preliminary statement as provided in § 1.621(a); (2)
serving notice that a preliminary statement has been filed as
provided in § 1.621(b); and (3) filing preliminary motions
authorized by § 1.633, oppositions to the motions, and replies to
the oppositions.

(e) Notice may be given in the Official Gazette that an
interference has been declared involving a patent.

149 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR
23123, May 31, 1985, ]

§ 1.612 Access to applications.

(a) After an interference is declared, each party shall have
access to and may obtain copies of the files of any application
set aut in the notice declaring the interference, except for
affidavits filed under § 1.131 and any evidence and explanation
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under § 1.608 filed separate from an amendment. A pasty
secking access to any abandoned or pending application re-
ferred to in the opposing party's invelved application or access
to any pending application referred to in the opposing party’s
patent must file a motion under § 1.635.

(b) After preliminary motions under § 1.633 are decided (§
1.640(b)), each party shall have access to and may obtain copies
of any affidavit filed under § 1.131 and any evidence and
explanation filed under § 1.608 in any application set out in the
notice declaring the interference.

(c) Any evidence and explanation filed under § 1.608 in the
file of any application identified in the notice declaring the
interference shall be served when required by § 1.617(b).

(d) The parties at any time may agree to exchange copies of
papers in the files of any application identified in the notice
declaring the interference.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR
23124, May 31, 1985; para. (a) amended 53 FR 23735, June 23, 1988,
effective Sept. 12, 1988}

§ 1.613 Lead attorney, same attorney representing
different parties in an interference, withdrawal
of attorney or agent.

(a) Each party may be required to designate one attorney or
agent of record as the lead attorney or agent.

(b) The same attorney or agent or members of the same firm
of attorneys or agents may not represent two Or more parties in
an interference except as may be permitted in this Chapter.

(c) An examiner-in-chief may make necessary inquiry to
determine whether an attorney or agent should be disqualified
from representing a party in an interference. If an examiner-in-
chief is of the opinion that an attorney or agent should be
disqualified, the examiner-in-chief shall refer the matter to the
Commissioner. The Commissioner will make a final decision as
to whether any attorney or agent should be disqualified.

(d) No attorney or agent of record in an interference may
withdraw as attorney or agent of record except with the approval
of an examiner-in-chief and after reasonable notice to the party
on whose behalf the attorney or agent has appeared. A request
to withdraw as attorney or agent of record in an interference
shall be made by motion (§ 1.635).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.614 Jurisdiction over interference.

(a) The Board shall assume jurisdiction over an interference
when the interference is declared under § 1.611.

(b) When the interference is declared the interference is a
contested case within the meaning of 35 U.S.C. 24.

(c) The examiner shall have jurisdiction over any pending
application until the interference is declared. An examiner-in-
chief, where appropriate, may for a limited purpose restore
Jurisdiction to the examiner over any application involved in the
interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.615 Suspension of ex parte prosecutioun.
(a) When an interference is declared, ex parte prosecution
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of an application involved in the interference is suspended.
Amendments and other papers related to the application re-
ceived during pendency of the interference will not be entered
or considered in the interference without the consent of an
examiner-in-chief,

(b) Ex parte prosecution as to specified matters may be
continued concurrently with the interference with consent of the
examiner-in-chief.

[49FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985]

§ 1.616 Sanctions for failure to comply with rules or order.

Anexaminer-in-chief or the Board may impose an appropri-
ate sanction against a party who fails to comply with the
regulations of this part or any order entered by an examiner-in-
chief or the Board. An appropriate sanction may include among
others entry of an order:

(a) Holding certain facts to have been established in the
interference;

(b) Precluding a party from filing a motion or a preliminary
Statement;

(c) Precluding a party from presenting or contesting a par-
ticular issue;

(d) Precluding a party from requesting, obtaining, or oppos-
Tng discovery; or

(e) Granting judgment in the interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985, SOFR
23124, May 31, 1985]

(‘ § 1.617 Summary judgment against applicant.

(a) Anexaminer-in-chief shall review any evidence filed by
an applicant under § 1.608(b) to determine if the applicant is
prima facie entitled to a judgment relative to the patentee. If the
examiner-in-chief determines that the evidence shows the appli-
cant is prima facie entitled to ajudgment relative to the patentee,
the interference shall proceed in the normal manner under the
regulations of this part. If in the opinion of the examiner-in-chief
the evidence fails to show that the applicant is prima facie
entitled to a judgment relative to the patentee, the examiner-in-
chief shall, concurrently with the notice declaring the interfer-
ence, enter an order stating the reasons for the opinion and
directing the applicant, within a time set in the order, to show
cause why summary judgment should not be entered against the
applicant.

(b) The applicant may file a response to the order and state
any reasons why summary judgment should not be entered. Any
request by the applicant for a hearing before the Board shall be
made in the response. Additional evidence shall not be pre-
sented by the applicant or considered by the Board unless the
applicant shows good cause why any additional evidence was
not initially presented with the evidence filed under § 1.608(b).
At the time an applicant files a response, the applicant shall
serve a copy of any evidence filed under § 1.608(b) and this
paragraph.

(c) If a response is not timely filed by the applicant, the
Board shall enter a final decision granting summary judgment
Against the applicant.

R-T1

§ 1.621

(d) If a response is timely filed by the applicant, all oppo-
nents may file a statement within a time set by the examiner-in-
chief. The statement may set forth views as to why summary
judgment should be granted against the applicant, but the
statement shall be limited to discussing why all the evidence
presented by the applicant does not overcome the reasons given
by the examiner-in-chief for issuing the order to show cause.
Evidence shall not be filed by any opponent. An opponent may
not request a hearing.

(e) Within a time authorized by the examiner-in-chief, an
applicant may file a reply to any statement filed by any oppo-
nent.

(f) When more than two parties are involved in an interfer-
ence, all parties may participate in summary judgment proceed-
ings under this section.

(g) If a response by the applicant is timely filed, the exam-
iner-in-chief or the Board shall decide whether the evidence
submitted under § 1.608(b) and any additional evidence prop-
erly submitted under paragraph (b) of this section shows that the
applicant is prima facie entitled to a judgment relative to the
patentee. If the applicant is not prima facie entitled to a judg-
ment relative to the patentee, the Board shall enter a final
decision granting summary judgment against the applicant.
Otherwise, an interlocutory order shall be entered authorizing
the interference to proceed in the normal manner under the
regulations of this subpart. '

(h) Only an applicant who filed evidence under § 1.608(b)
may request a hearing. If that applicant requests a hearing, the
Board may hold a hearing prior to eniry of a decision under
paragraph (g) of this section. The examiner-in-chief shall seta
date and time for the hearing. Unless otherwise ordered by the
examiner-in-chief or the Board, the applicant and any opponent
will each be entitled to no more than 30 minutes of oral argument

at the hearing.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985]

§ 1.618 Return of unauthorized papers.

(a) The Patent and Trademark Office shall return to a party
any paper presented by the party when the filing of the paper is
not authorized by, or is not in compliance with the requirements
of, this subpart. Any paper returned will not thereafter be con-
sidered by the Patent and Trademark Office in the interference.
A party may be permitted to file a corrected paper under such
conditions as may be deemed appropriate by an examiner-in-
chief,

(b) When presenting a paper in an interference, a party shall
not submit with the paper a copy of a paper previously filed in
the interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.621 Preliminary statement, time for filing, notice of
filing.
(a) Within the time set for filing preliminary motions under
§ 1.633, each party may file a preliminary statement. The
preliminary statement may be signed by any individual having
knowledge of the facts recited therein or by an attorney or agent

of record.
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(b) When a party files a preliminary statement, the party
shall also simultaneously file and serve on all opponents in the
interference a notice stating that a preliminary statement has
been filed. A copy of the preliminary statement need not be

served until ordered by the examiner-in-chief.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; 50FR
23124, May 31, 1985]

§ 1.622 Preliminary statement, who made invention,
where invention made.

(a) A party’s preliminary statement must identify the inven-
tor who made the invention defined by each count and must state
on behalf of the inventor the facts required by paragraph (a) of
§§ 1.623, 1.624, and 1.625 as may be appropriate. When an
inventor identified in the preliminary statement is not an inven-
tor named in the party’s application or patent, the party shall file
a motion under § 1.634 to correct inventorship.

(b) The preliminary statement shall state whether the inven-
tion wasmade in the United States orabroad. If made abroad, the
prelimjnary statement shall siate whether the party is entitled to
the benefit of the second sentence of 35 U.S.C. 104.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.623 Preliminary statement; invention made in United
States.

(a) When the invention was made in the United States or a
party is entitled to the benefit of the second sentence of 35
U.SXC. 104, the preliminary statement must state the following
facts as to the invention defined by each count:

(1) The date on which the first drawing of the invention was
made.

(2) The date on which the first written description of the
invention was made,

(3) The date on which the invention was first disclosed by
the inventor to another person.

(4) The date on which the invention was first conceived by
the inventor.

(5) The date on which the invention was first actually
reduced to practice. If the invention was not actually reduced to
practice by or on behalf of the inventor prior to the party’s filing
date, the preliminary statement shall so state.

(6) The date after the inventor’s conception of the inven-
tion when active exercise of reasonable diligence toward reduc-
ing the invention to practice began.

(b) If a party intends to prove derivation, the preliminary
statement must also comply with § 1.625,

(¢) When a party alleges under paragraph (a)(1) of this
scction thatadrawing was made, acopy of the first drawing shall
be filed with and identified in the preliminary statement. When
a party alleges under paragraph (a)(2) of this section that a
written description of the invention was made, a copy of the first
written description shail be filed with and identified in the
preliminary statement. See § 1.628(b) when a copy of the first
drawing or written description cannot be filed with the prelimi-
nary statement.

[49'FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985}
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§ 1.624 Preliminary statement; invention made abroad.

(a) When the invention was made abroad and a party intends
to rely on introduction of the invention into the United States,
the preliminary statementmust state the following facis asto the
invention defined by each count.

(1) The date on which a drawing of the invention was first
introduced into the United States.

(2) The date on which a written description of the invention
was first introduced into the United States.

(3) The date on which the invention was first disclosed to
another person in the United States.

(4) The date on which the inventor’s conception of the
invention was first introduced into the United States.

(5) The date on which an actual reduction to practice of the
invention was firstintroduced into the United States. If anactual
reduction to practice of the invention was notintroduced into the
United States, the preliminary amendment shall so state.

(6) The date after introduction of the inventor’s conception
into the United States when active exercise of reasonable
diligence in the United States toward reducing the invention to
practice began.

(b) If a party intends to prove derivation, the preliminary
statement must also comply with § 1.625.

(c) When a party alleges under paragraph (a)(1) of this
section that a drawing was introduced into the United States a
copy of that drawing shall be filed with and identified in the
preliminary statement. When a party alleges under paragraph
(a)(2) of this section that a written description of the invention
was introduced into the United States a copy of that written
description shall be filed with and identified in the preliminary
statement. See § 1.628(b) when a copy of the first drawing or
first written description introduced in the United States cannot

be filed with the preliminary statement.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; S0FR
23124, May 31, 1985]

§ 1.625 Preliminary statement; derivation by an
opponent.

{a) When the invention was made in the United States or
abroad and a party intends to prove derivation by an opponent
from the party, the preliminary statement must state the follow-
ing as to the invention defined by each count:

(1) The name of the opponent,

(2) The date on which the first drawing of the invention was
made.

(3) The date on which the first written description of the
invention was made.

(4) The date on which the invention was first disclosed by
the inventor to another person.

(5) The date on which the invention was first conceived by
the inventor.

(6) The date on which the invention was first communi-
cated to the opponent,

(b) If a party intends to prove priority, the preliminary
statement must also comply with § 1.623 or § 1.624.

(c) When a party alleges under paragraph (a)(2) of this
section thatadrawing was made, a copy of the first drawing shall
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be filed with and identified in the preliminary statement. When
a party alleges under paragraph (a)(3) of this section that a
written description of the invention was made, a copy of the first
written description shall be filed with and identified in the
preliminary statement, See § 1.628(b) when a first drawing or
first written description cannot be filed with the preliminary

statement.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,1985]

§ 1.626 Preliminary statement; earlier application.

When a party does not intend to present evidence to prove a
conception or an actual reduction to practice and the party
intends to rely solely on the filing date of an earlier application
filed in the United States or abroad to prove a constructive
reduction to practice, the preliminary statement may sostate and
identify the earlier application with particularity.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.627 Preliminary statement, sealing before filing,
opening of statement.

(a) The preliminary statement and copies of any drawing or
written description shall be filed in a sealed envelope bearing
only the name of the party filing the statementand the style (e.g.,
Jones v. Smith) and number of the interference. The sealed

~envelope should contain only the preliminary statement and
copies of any drawing or written description. If the preliminary
statement is filed through the mail, the sealed envelope should
be enclosed in an outer envelope addressed to the Commissioner

 of Patents and Trademarks in accordance with § 1.1(e).

(b) A preliminary statement may be opened only at the
direction of an examiner-in-chief.
[49 FR48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.628 Preliminary statement, correction of error.

(2) A material error arising through inadvertence or mistake
in connection with (1) a preliminary statement or (2) drawings
or a written description submitted therewith or omitted there-
from, may be corrected by a motion (§ 1.635) for leave tofile a
corrected statement. The motion shall be supporied by an
affidavit and shall show that the correction is essential to the
ends of justice and shall be accompanied by the corrected
statement. The motion shall be filed as soon as practical after
discovery of the error.

(b) When a party cannot attach a copy of a drawing or a
written description to the party’s preliminary statement as
required by §8§ 1.623(c), 1.624(c), or 1.625(c), the party (1) shall
show good cause and explain in the preliminary statement why
acopy of the drawing or written description cannot be attached
to the preliminary statement and (2) shall attach to the prelimi-
nary statement the earliest drawing or written description made
in or introduced into the United States which is available. The
party shall file a motion (§ 1.635) to amend its preliminary
statement promptly after the first drawing, first written descrip-
tion, or drawing or written description first introduced into the

. United States becomes available. A copy of the drawing or

written description may be obtained, where appropriate, by a
motion (§ 1.635) for additional discovery under § 1.687 or
during a testimony period.
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[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.629 Effect of preliminary statement,

(a) A party shall be sirictly held to any date alleged in the
preliminary statement. Doubts as to (1) definiteness or suffi-
ciency of any allegation in a preliminary statement or (2)
compliance with formal requirements will be resolved against
the party filing the statement by restricting the party to the earlier
of its filing date or effective filing date or to the latest date of a
period alleged in the preliminary statement as may be appropri-
ate. A party may not correct a preliminary statement except as
provided in § 1.628.

(b) Evidence which shows that an act alleged in the prelimi-
nary statement occurred prior to the date alleged in the statement
shall establish only that the act occurred as early as the date
alleged in the statement.

(c) If aparty does not file a preliminary statement, the party:

(1) Shall be restricted to the earlier of the party’s filing date
or effective filing date and
(2) Will not be permitied to prove that:
(i) The party made the invention prior to the party’s filing
date or
(ii) Any opponent derived the invention from the party.

(d) Ifaparty files a preliminary statement which containsan
allegation of a date of first drawing or first written description
and the party does not file a copy of the first drawing or written
description with the preliminary statement as required by §
1.623(c), § 1.624(c), or § 1.625(c), the party will be restricted
to the earlier of the party’s filing date or effective filing date as
to that allegation unless the party complies with § 1.628(b). The
content of any drawing or written description submitted with a
preliminary statement will not normally be evaluated or consid-
ered by the Board.

(e) Apreliminary statement shall not be used as evidence on
behalf of the party filing the statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985}

§ 1.630 Reliance on earlier application.

A party shall not be entitled to rely on the filing date of an
earlier application filed in the United States or abroad unless (a)
the earlier application is identified (§ 1.611(c)(5)) in the notice
declaring the interference or (b) the party files a preliminary
motion under § 1.633 seeking the benefit of the filing date of the
earlier application.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.631 Access to preliminary statement, service of
preliminary statement.
(@) Unless otherwise ordered by an examiner-in-chief, con-

~ currently with entry of a decision by the examiner-in-chief on

preliminary motions filed under § 1.633, any preliminary state-
ment filed under § 1.621(a) shall be opened to inspection by the
senior party and any junmior party who filed a preliminary
statement. Within a time set by the examiner-in-chief, a party
shall serve a copy of its preliminary statement on each opponent
who served a notice under § 1.621().

(b) A junior party who does not file a preliminary statement
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shall not have access to the preliminary statement of any other
party.

(c) If an interference is terminated before the preliminary
statements have been opened, the preliminary statements will
remain sealed and will be returned to the respective parties who
submitted the statements.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985]

§ 1.632 Notice of intent to argue abandonment,
suppression or concealment by opponent.

A notice shall be filed by a party who intends to argue that
an opponent has abandoned, suppressed or concealed an actual
reduction to practice (35 U.S.C. 102(g)). A party will not be
permitted to argue abandonment, suppression, or concealment
by an opponent unless the notice is timely filed. Unless
authorized otherwise by an examiner-in-chief, a notice is imely
when filed within ten (10) days of the close of the testimony-in-
chief of the opponent.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.633 Preliminary motions.

A party may file the following preliminary motions:

(a) A motion for judgmenton the ground that an opponent’s
claim corresponding to acountis not patentable to the opponent.
In determining a motion filed under this paragraph, a claim may
be construed by reference to the prior art of record. A motion
under this paragraph shall not be based on: (1) Priority of
invéntion of the subject matter of a count by the moving party
as against any opponent or (2) derivation of the subject matter
of acountby an opponent from the moving party. See § 1.637(a).

(b) A motion for judgment on the ground that there is no
interference-in-fact. A motion under this paragraph is proper
only if: (1) The interference involves a design application or
patent or a plant application or patent or (2) no claim of a party
which corresponds to a count is identical to any claim of an
opponent which corresponds to that count. See § 1.637(a).

(c) Amotion to redefine the interfering subject matter by (1)
adding or substituting a count, (2) amending an application
claim corresponding to a count or adding a claim in the moving
party's application to be designated to correspond to acount, (3)
designating an application or patent claim to correspond to a
count, (4) designating an application or patent claim as not
corresponding to acount, or (5) requiring an opponent whoisan
applicant to add aclaim and to designate the claim to correspond
to a count. See § 1.637(a) and (c).

(d) A motion to substitute a different application owned by
a party for an application involved in the interference. See §
1.637(a) and (d).

(¢) A motion to declare an additional interference (1)
between an additional application not involved in the interfer-
ence and owned by a party and an opponent’s application or
patent involved in the interference or (2) when an interference
involves three or more parties, between less than all applications
and any patent involved in the interference. See § 1.637 (a) and
©).

(0 A motion to be accorded the benefit of the filing date of
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an earlier application filed in the United States or abroad. See
§ 1.637 (a) and ().

(g) A motion 0 attack the benefit accorded an opponent in
the notice declaring the interference of the filing date of an
earlier application filed in the United States or abroad. See §
1.637 (a) and (g).

(h) When a patent is involved in an interference and the
patentee has on file or files an application for reissue under §
1.171, amotion to add the application for reissue to the interfer-
ence. See § 1.637(a) and (h).

(i) When a motion is filed under paragraph (a), (b), or (g) of
this section, an opponent, in addition to opposing the motion,
may file a motion to redefine the interfering subject matter under
paragraph (c) of this section or a motior to substitute a different
application under paragraph (d) of this section,

(j) When a motion is filed under paragraph (c)(1) of this
section an opponent, in addition to opposing the motion, may
file a motion for benefit under paragraph (f) of this section as to
the count to be added or substituted.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985}

§ 1.634 Wiotion to correct inventorship.

A party may file a motion to (a) amend its application
involved in an interference to correct inventorship as provided
by § 1.48 or (b) correct inventorship of its patent involved in an
interference as provided in § 1.324. See § 1.637(a).

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.635 Miscellaneous motions.

A party seeking entry of an order relating to any matter other
than a matter which may be raised under § 1.633 or 1.634 may
file a motion requesting entry of the order. See § 1.637 (a) and

(®).
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985}

§ 1.636 Motions, :ime for filing.

(a) A preliminary motion under § 1.633 (a) through (h) shall
be filed within a time period set by an examiner-in-chief.

(b) A preliminary motion under § 1.633 (i) or (j) shall be
filed within 20 days of the service of the preliminary motion
under § 1.633 (a), (b), (c)(1), or (g) unless otherwise ordered by
an examiner-in-chief.

(c) A motion under § 1.634 shall be diligently filed after an
error isdiscovered in the inventorship of an application or patent
involved in an interference unless otherwise ordered by an
examiner-in-chief.

(d) A motion under § 1.635 shall be filed as specified in this
subpart or when appropriate unless otherwise ordered by an
examiner-in-chief.

[49 FR 48416, Dec. 12,1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985 }

§ 1.637 Content of motions.

(a) Every motion shall include (1) a statement of the precise
relief requested, (2) a statement of the material facts in support
of the motion, and (3) a full statement of the reasons why the
relief requested should be granted.
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(b) A motion under § 1.635 shall contain a certificate by the
moving party stating that the moving party has conferred with
all opposing parties in an effort in good faith to resolve by
agreement the issues raised by the motion. A moving party shall
indicate in the motion whether any other party plans to oppose
the motion, The provisions of this paragraph do not apply to a
motion to suppress evidence ( § 1.656(h)).

(c) Apreliminary motion under § 1.633(c) shall explain why
the interfering subject matter should be redefined.

(1) A preliminary motion seeking to add or substitute a
count shall:

(i) Propose each count to be added or substituted.

(ii) When the moving party is an applicant, show the pat-
entability to the applicant of all claims in, or proposed to be
added to, the party’s application which correspond to each
proposed count and apply the terms of the claims to the disclo-
sure of the party’s application; when necessary a moving party
applicant shall file with the motion an amendment adding any
proposed claim to the application.

(iii) Identify all claims in an opponent’s application which

« should be designated to correspond to each proposed count; ifan
opponent’s application does not contain such a claim, the
moving party shall propose a claim to be added to the

_.opponent’s application. The moving party shall show the pat-

“entability of any proposed claims to the opponent and apply the
terms of the claims to the disclosure of the opponent’s applica-
tion.

(iv) Designate the claims of any patent involved in the

“- . interference which define the same patentable invention as each

~ proposed count.

(v) Show thateach proposed count defines a separate pat-
entable invention from every other count in the interference.

(vi) Be accompanied by a motion under § 1.633(f)
requesting the benefit of the filing date of any earlier application
filed in the United States or abroad.

(2) A preliminary motion seeking to amend an application
claim corresponding to a count or adding a claim to be desig-
nated to correspond to a count shall:

(i) Propose an amended or added claim.

(if) Show that the proposed or added claim defines the
same patentable invention as the count.

(iii) Show the patentability to the applicant of each
amended or added claim and apply the terms of the amended or
added claim to the disclosure of the application; when necessary
a moving party applicant shall file with the motion an amend-
ment making the amended or added claim to the application.

(iv) Be accompanied by a motion under § 1.633(f)
requesting the benefit of the filing date of any earlier application
filed in the United States or abroad.

(3) A preliminary motion seeking to designate an applica-
tion or patent claim to correspond to a count shall:

(1) Identify the claim and the count.

(ii) Show the claim defines the same patentable invention
as the count.

(iii) Be accompanied by amotion under § 1.633(f) request-

.ing the benefit of the filing date of any earlier application filed
in the United States or abroad.
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(4) A preliminary motion seeking to designate an applica-
tion or patent claim as not corresponding to a count shall:

(i) Identity the claim and the count.

(i) Show the claim does not define the same pateniable
invention as any other claim designated in the notice declaring
the interference as corresponding to the count.

(5) A preliminary motion seeking to require an opponent
who is an applicant to add a claim and designate the claim as
correspending to a count shali:

(i) Propose a claim to be added by the opponent.

(ii) Show the patentability to the opponent of the claim and
apply the terms of the claim to the disclosure of the opponent’s
application.

(iii) Identify the count to which the claim shall be
designated to correspond.

(iv) Show the claim defines the same patentable invention
as the count to which it will be designated to correspond.

(d) A preliminary motion under § 1.633(d) to substitute a
different application shall:

(1) Identify the different application.

(2) Certify that a complete copy of the file of the different
application, except for documents filed under § 1.131 or § 1.608,
has been served on all opponents.

(3) Show the patentability to the applicant of all claimsin,
or proposed to be added to, the different application which cor-
respond to each count and apply the terms of the claims to the
disclosure of the different application; when necessary the
applicant shall file with the motion an amendment adding a
claim to the different application.

(4) Be accompanied by amotion under § 1.633(f) request-
ing the benefit of the filing date of an earlier application filed in
the United States or abroad.

(e) A preliminary motion to declare an additional interfer-
ence under § 1.633(e) shall explain why an additional interfer-
ence is necessary.

(1) When the preliminary motion seeks an additional inter-
ference under § 1.633(e)(1), the motion shali:

(i) Identify the additional application.

(ii) Certify thata complete copy of the file of the additional
application, except for documents filed under § 1.131 or § 1.608,
has been served on all opponents.

(iif) Propose a count for the additional interference.

(iv) Show the patentability to the applicant of all claims in,
or proposed to be added to, the additional application which
correspond to each proposed count for the additional interfer-
ence and apply the terms of the claims to the disclosure of the
additional application; when necessary the applicant shall file
with the motion an amendment adding any claim to the addi-
tional application.

(v) When the opponent is an applicant, show the patenta-
bility to the opponent of any claims in, or proposed to be added
to, the opponent’s application which correspond to the proposed
count and apply the terms of the claims to the disclosure of the
opponent’s application.

(vi) Identify all claims in the opponent's application or
patent which should be designated to correspond to each pro-
posed count; if the opponent’s application does not contain any
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such claim, the motion shall propose a claim to be added 1o the
opponent's application.

(vii) Show that each proposed count for the additional
interference defines a separate patentable invention from all
counts of the interference in which the motion is filed.

(viii) Be accompanied by a motion under § 1.633(f) re-
questing the benefit of the filing date of an earlier application
filed in the United States or abroad.

(2) When the preliminary motion seeks an additional inter-
ference under § 1.633(e)(2), the motion shalil:

(i) Identify any application or patent to be involved in the
additional interference.

(ii) Propose a count for the additional interference.

(iii) When the moving party is an applicant, show the
patentability to the applicant of all claims in, or proposed to be
added to, the party’s application which correspond to each
proposed count and apply the terms of the claims to the disclo-
sure of the party’s application; when necessary a moving party
applicant shall file with the motion an amendment adding any
proposed claim to the application.

(iv) Identify all claims in any opponent’s application
which should be designated to correspond to each proposed
count; if an opponent’s application does not contain such a
claim, the moving party shall propose a claim to be added to the
opponent’s application. The moving party shall show the pat-
entability of any proposed claim to the opponent and apply the
terms of the claim to the disclosure of the opponent’s applica-
tion. -

(¥ Designate the claims of any patent involved in the
interference which define the same patentable invention aseach
proposed count.

(vi) Show that each proposed count for the additional
interference defines a separate patentable invention from all
counts in the interference in which the motion is filed.

(vii) Be accompanied by a motion under § 1.633(f) re-
questing the benefit of the filing date of an earlier application
filed in the United States or abroad.

(f) A preliminary motion for benefit under § 1.633(f) shall:

(1) Identify the earlier application.

(2) When the earlier application is an application filed in
the United States, certify that a complete copy of the file of the
carlier application, except for documents filed under § 1.131 or
§ 1.608, has been served on all opponents. When the earlier
application is an application filed abroad, certify that a copy of
the application filed abroad has been served on all opponents. If
the earlier application filed abroad is not in English, the require-
ments of § 1.647 must also be met.

(3) Show that the earlier application constitutes a construc-
tive reduction to practice of each count.

(g) A preliminary motion to attack benefit under § 1.633(g)
shall explain, as to each count, why an opponent should not be
accorded the benefit of the filing date of the earlier application.

(h) A preliminary motion to add an application for reissue
under § 1.633(h) shall:

(1) 'Identify the application for reissue.

(2) Certify thata complete copy of the file of the application
for reissue has been served on all opponents.
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(3) Show the patentability of all claims in, or proposed to
be added to, the application forreissue which commespondtoeach
count and apply the terms of the claims to the disclosure of the
application for reissue; when necessary a moving applicant for
reissve shall file with the motion an amendment adding any
proposed claim to the application for reissue.

(4) Be accompanied by a motion under § 1.633(f) request-
ing the benefit of the filing date of an earlier application filed in
the United States or abroad.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985; para. (e)(1)(vi) revised 53 FR 23733, June 23,
1988, effective Sept. 12, 1988]

§ 1.638 Opposition and reply, time for filing opposition
and reply.

(a) Unless otherwise ordered by an examiner-in-chief, any
opposition to any motion shall be filed within 20 days after
service of the motion. An opposition shall (1) identify any
material fact set forth in the motion which is in dispute and (2)
include an argument why the relief requested in the motion
should be denied.

(b) Unless otherwise ordered by an examiner-in-chief, a
reply shall be filed within 15 days after service of the opposition.
A reply shall be directed only to new points raised in the oppo-
sition.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985])

§ 1.639 Evidence in support of motion, opposition, or
reply.

(a) Proof of any material fact alleged in a motion, opposi-
tion, or reply must be filed and served with the motion, opposi-
tion, or reply unless the proof relied upon is part of the interfer-
ence file or the file of any patent or application involved in the
interference or any earlier application filed in the United States
of which a party has been accorded or seeks to be accorded
benefit.

(b) Proof may be in the form of patents, printed publications,
and affidavits.

(c) When a party believes the testimony is necessary to
support or oppose a preliminary motion under § 1.633 or a
motion to correct inventorship under § 1.634, the party shall
describe the nature of the testimony needed. If the examiner-in-
chief finds that testimony is needed to decide the motion, the
examiner-in-chief may grant appropriate interlocutory relief
and enter an order authorizing the taking of testimony and

deferring a decision on the motion to final hearing.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.640 Motions, hearing and decision, redeclaration of
interference, order to show cause.

(a) A hearing on a motion may be held in the discretion of
the examiner-in-chief. The examiner-in-chief shall se1 the date
and time for any hearing. The length of oral argument at a
hearing on a motion is a matter within the discretion of the
examiner-in-chief. An examiner-in-chief may direct that a
hearing take place by telephone.

(b) Motions will be decided by an examiner-in-chief. An
examiner-in-chief may consult with an examiner in deciding
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motions involving a question of patentability. An examiner-in-
chief may grant or deny any motion or take such other action
which will secure the just, speedy, and inexpensive determina-
tion of the interference,

(1) When preliminary motions under § 1.633 are decided,
the examiner-in-chief will, when necessary, set a time for filing
any amendment to an application involved in the interference
and for filing a supplemental preliminary statement as to any
new counts involved in the interference. Failure or refusal of a
party to timely present an amendment required by an examiner-
in-chief shall be taken without further action as a disclaimer by
that party of the invention involved. A supplemental prelimi-
nary statement shall meet the requirements specified in § 1.623,
§1.624, § 1.625, or § 1.626, but need not be filed if a party states
thatitintends torely on a preliminary statement previously filed
under § 1.621(a). After the time expires for filing any amend-
ment and supplemental preliminary statement, the examiner-in-
chief will, if necessary, redeclare the interference.

(2) After adecision isentered on preliminary motions filed
under § 1.633, a further motion under § 1.633 will not be
considered except as provided by § 1.655(b).

. (c) When a decision on any motion under § 1.633, § 1.634,
or § 1.635 is entered which does not result in the issvance of an
order to show cause under paragraph (d) of this section, a party

_. may file a request for reconsideration within 14 days after the

~ date of the decision. The filing of a request for reconsideration
will not stay any time period set by the decision. The request for
reconsideration shall specify with particularity the points be-
lieved to have been misapprehended or overlooked inrendering

- the decision. Noopposition to arequest for reconsideration shall

- be filed unless requested by an examiner-in-chief or the Board.
A decision of a single examiner-in-chief will not ordinarily be
modified unless an opposition has been requested by an exam-
iner-in-chief or the Board. The request for reconsideration shall
be acted on by a panel of the Board consisting of at least three
examiners-in-chief, one of whom will normaily be the exam-
iner-in-chief who decided the motion.

(d) Anexaminer-in-chief may issue an order to show cause
why judgment should not be entered against a party when:
(1) Adecision on a motion is entered which is dispositive
of the interference against the party as to any count;
(2) The party is a junior party who fails to file a preliminary
statement; or
(3) The party isa junior party whose preliminary statement
fails to overcome the earlier of the filing date or effective filing
date of another party.
(e) When an order to show cause is issued under paragraph
(d) of this section, the Board shall enter a judgment in accor-
dance with the order unless, within 20 days after the date of the
order, the party against whom the order issued files a paper
which shows good cause why judgment should not beentered in
accordance with the order. Any other party may file aresponse
to the paper within 20 days of the date of service of the paper.
If the party against whom the order was issued fails to show
good cause, the Board shall enter judgment against the party. If
" aparty wishes to take testimony in response to an order to show
‘cause, the party’s response should be accompanied by a motion
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(§ 1.635) requesting the testimony period. See § 1.651(c)(4).
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985]

§ 1.641 Unpatentability discovered by examiner-in-chief.
During the pendency of an interference, if the examiner-in-
chief becomes aware of a reason why a claim corresponding to
acount may not be patentable, the examiner-in-chief may notify
the parties of the reason and set a2 ime within which each party
may present its views. After considering any timely filed views,
the examiner-in-chief shall decide how the interference shall

proceed.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.642 Addition of application or patent to interference.

During the pendency of an interference, if the examiner-in-
chief becomes aware of an application or a patent not involved
in the interference which claims the same patentable invention
asacount in the interference, the examiner-in-chief may add the
application or patent to the interference on such terms as may be
fair to all parties.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.643 Prosecution of interference by assignee.

(a) An assignee of record in the Patent and Trademark
Office of the entire interest in an application or patent involved
in an interference is entitled to conduct prosecution of the inter-
ference to the exclusion of the inventor.

(b) An assignee of a part interest in an application or patent
involved in an interference may file a motion (§ 1.635) forentry
of an order authorizing it to prosecute the interference. The
motion shall show (1) the inability or refusal of the inventor to
prosecute the interference or (2) other cause why the ends of
justice require that the assignee of a part interest be permitted to
prosecute the interference. The examiner-in-chief may aliow
the assignee of a part interest to prosecute the interference upon
such terms as may be appropriate.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.644 Petitions in interferences.

(a) There is no appeal to the Commissioner in an interfer-
ence from adecision of an examiner-in-chief or a panel consist-
ing of more than one examiner-in-chief. The Commissioner will
not consider a petition in an interference unless:

(1) The petition is from a decision of an examiner-in-chief
or a panel and the examiner-in-chief or the panel shall be of the
opinion (i) that the decision involves a controlling question of
procedure or an interpretation of a rule to which there is a
substantial ground for a difference of opinion and (ii) that an
immediate decision on petition by the Commissioner may
materially advance the ultimate termination of the interference;

(2) The petition seeks to invoke the supervisory authority
of the Commissioner and is not filed prior to the decision of the
Board awarding judgment and does not relate to (i) the merits of
priority of invention or patentability or (ii) the admissibility of
evidence under the Federal Rules of Evidence; or

(3) The petition seeks relief under § 1.183.

(b) A petition under paragraph (a)(1) of this section filed
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more than 15 days after the date of the decision of the examiner-
in-chief or the panel may be dismissed as untimely. A petition
under paragraph (a)(2) of this section shall not be filed prior to
decision by the Board awarding judgment. Any petition under
paragraph (a)(3) of this section shall be timely if it is made as
part of, or simultaneously with, a proper motion under § 1.633,
§ 1.634, or § 1.635. Any opposition to a petition shall be filed
within 15 days of the date of service of the petition.

(c) The filing of a petition shall not stay the proceeding
unless a stay is granted in the discretion of the examiner-in-
chief, the panel, or the Commissioner.

(d) Any petition must contain a statement of the facts
involved and the point or points to be reviewed and the action
requested. Briefs or memoranda, if any, in support of the
petition or opposition shall accompany or be embodied therein.
The petition will be decided on the basis of the record made
before the examiner-in-chief or the panel and no new evidence
will be considered by the Commissioner in deciding the peti-
tion. Copies of documents already of record in the interference
shall not be submitted with the petition or opposition.

(e) Any petition under paragraph (a) of this section shall be
accompanied by the petition fee set forth in § 1.17(h).

(f) Any request for reconsideration of a decision by the
Comniissioner shall be filed within 15 days of the decision of the
Commissioner and must be accompanied by the fee set forth in
§ 1.17(h). No opposition to a request for reconsideration shallbe
filed unless requested by the Commissioner. The decision will
not ordinarily be modified unless such an opposition has been
requested by the Commissioner.

(g) Where reasonably possible, service of any petition,
opposition, or request for reconsideration shall be such that
delivery is accomplished within one working day. Service by
hand or “Express Mail” complies with this paragraph.

(h) Anoralhearingon the petition will not be granted except
when considered necessary by the Commissioner.

(i) The Commissioner may delegate to appropriate Patent
and Trademark Office employees the determination of petitions

under this section.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985}

§ 1.645 Extension of time, late papers, stay of
proceedings.

(a) A party may file amotion (§ 1.635) seeking an extension
of time to take action in an interference, to file a notice of appeal
(§ 1.302, or § 1.304), or to commence a civil action ( § 1.303,
or § 1.304). The motion shali be filed within sufficient time to
actually reach the examiner-in-chief before expiration of the
time for taking action, filing the notice, or commencing the civil
action. A moving party should not assume that the motion will
be granted even if there is no objection by any other party. The
motion will be denied unless the moving party shows good
cause why an extension should be granted. The press of other
businessarising after an examiner-in-chief sets a time for taking
action will not normally constitute good cause. A motion
secking additional time to take testimony because a party has not
been able to procure the testimony of a witness shall set forth the
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name of the witness, any steps taken to procure the testimony of
the witness, the dates on which the steps were taken, and the
facts expected to be proved through the witness.

(b) Any paper belatedly filed will not be considered except
upon motion (§ 1.635) which shows sufficient cause why the
paper was not timely filed.

{c) The provisions of § 1.136 do not apply to time periods
in interferences.

(d) In an appropriate circumstance, an examiner-in-chief
may stay proceedings in an interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985]

§ 1.646 Service of papers, proof of service.

{a) A copy of every paper filed in the Patent and Trademark
Office in an interference or an application or patent involved in
the interference shall be served upon all other parties except:

(1) Preliminary statements when filed under § 1.621; pre-
liminary statements shall be served when service is ordered by
an examiner-in-chief.

(2) Certified transcripts and exhibits which accompany the
transcripts filed under §§ 1.676 or 1.684; copies of transcripts
shall be served as part of a party’s record under § 1.653(c).

(b) Service shall be on an attorney or agent for a party. If
there is no attorney or agent for the party, service shall be on the
party. An examiner-in-chief may order additional service or
waive service where appropriate.

(c) Unless otherwise ordered by an examiner-in-chief, or
except as otherwise provided by this subpart, service of a paper
shall be made as follows:

(1) By handing a copy of the paper to the person served.

(2) By leaving acopy of the paper with someone employed
by the person at the person’s usual place of business.

(3) When the person served has no usual place of business,
by leaving a copy of the paper at the person’s residence with
someone of suitable age and discretion then residing therein.

(4) By mailing a copy of the paper by first class mail; when
service is by mail the date of mailing is regarded as the date of
service.

(5) When it is shown to the satisfaction of an examiner-in-
chief that none of the above methods of obtaining or serving the
copy of the paper was successful, the examiner-in-chief may
order service by publication of an appropriate notice in the
Official Gazette.

(d) Anexaminer-in-chief may order that a paper be served
by hand or “Express Mail”.

(e) Proof of service must be made before a paper will be
considered in an interference. Proof of service may appear on or
be affixed to the paper. Proof of service shall include the date
and manner of service. In the case of personal service under
paragraphs (c)(1) through (c)(3) of this section, proof of service
shall include the names of any person served and the person who
made the service. Proof of service may be made by an acknowl-
edgment of service by or on behalf of the person served or a
statement signed by the party or the party’s attomey or agent
containing the information required by this section. A statement
of an attorney or agent attached to, or appearing in, the paper
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stating the date and manner of service will be accepted as prima

facie proof of service.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,1985; S0 FR
23124, May 31, 1985]

§ 1.647 Translation of document in foreign language.
When a party relies on a document in a language other than
English, a translation of the document into English and an
affidavit attesting to the accuracy of the translation shall be filed
with the document.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.651 Setting times for discovery and taking
testimony, parties entitled to take testimony.

(a) At an appropriate stage in an interference, an exam-
iner-in-chief shall set (1) a time for filing motions (§ 1.635) for
additional discovery under § 1.687(c) and (2) testimony periods
for taking any necessary testimony.

(b) Where appropriate, testimony periods will be set to
permit a party (o:
(1) Present its case-in-chief and/or case-in-rebuttal and/or
(2) Cross-examine an opponent’s case-in-chief and/or a
case-in-rebuttal.
(c) A party isnotentitled to take testimony to presenta case-
~in-chief unless:
(1) The examiner-in-chief orders the taking of testimony
under § 1.639(c);

(2) The party alleges in its preliminary statement a date of

invention prior to the earlier of the filing date or effective filing

4

"~ date of the senior party;

(3) A testimony period has been set to permit an opponent
to prove a date of invention prior to the earlier of the filing date
or effective filing date of the party and the party has filed a
preliminary statement alleging a date of invention prior to that
date; or

4) A motion (§ 1.635) is filed showing good cause why a
testimony period should be set.

(d) Testimony shall be taken during the testimony periods
set under paragraph (a) of this section.
{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.652 Judgment for failure to take testimony or file
record.

If a junior party fails to timely take testimony authorized
vnder § 1.651, or file a record under § 1.653(c), an examiner-in-
chief, with or without a motion (§ 1.635) by another party, may
issue an order to show cause why judgment should not be
entered against the junior party. When an order is issued under
this section, the Board shall enter judgment in accordance with
the order unless, within 15 days after the date of the order, the
juniorparty files a paper which shows good cause why judgment
should not be entered in accordance with the order. Any other
party may file aresponse to the paper within 15 days of the date
of service of the paper. If the party against whom the order was

_ issued fails to show good cause, the Board shall enter judgment

against the party.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]
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§ 1.653 Record and exhibits.

() Testimony shall consist of affidavits under § 1.672 (b)
and (e), transcripts of depositions under §§ 1.672 (b) and (c).
agreed statements of fact under § 1.672(f), and wranscripts of
interrogatories, cross-interrogatories, and recorded answers
under § 1.684(c).

(b) An affidavit shall be filed as set forth in § 1.672 (b) or
(e). A certified transcript of a deposition including a deposition
cross-examining an affiant, shall be filed as set forth in § 1.676.
An original agreed statement shall be filed as set forth in §
1.672(f). A transcript of interrogatories, cross-interrogatories,
and recorded answers shall be filed as set forth under § 1.684(c).

(c) In addition to the items specified in paragraph (b) of this
section and within a time set by an examiner-in-chief each party
shall file three copies and serve one copy of a record consisting
of:

(1) Anindex of the names of each witness giving the pages
of the record where the direct testimony and cross-examination
of each witness begins.

(2) An index of exhibits briefly describing the nature of
eachexhibitand giving the page of the record where each exhibit
is first identified and offered into evidence.

(3) The count or counts.

(4) Each (i) affidavit, (ii) transcript, including transcripts of
cross-examination of any affiant, (iii) agreed statement relied
upon by the party, and (iv) transcript of interrogatories, cross-
interrogatories, and recorded answers filed under paragraph (b)
of this section.

(5) Eachnotice, official record, and publication relied upon
by the party and filed under § 1.682(a).

(6) Anyevidence from another interference, proceeding, or
action relied upon by the party under § 1.683.

(7) Each request for an admission and the admission and
each written interrogatory and the answer upon which a party
intends to rely under § 1.688.

(d) The pages of the record shall be consecutively num-
bered.

(¢) The name of each witness shall appear at the top of each
page of each affidavit or ranscript.

(f) The record may be typewritten or printed.

(g) When the record is printed, it may be produced by
standard typographical printing or by any process capable of
producing a clear black permanent image. All printed matter
excepton covers mustappear in atleast 11 point type on opaque,
unglazed paper. Margins must be justified. Footnotes may not
be printed in type smaller than 9 point. The page size shali be 8
1/2 by 11 inches (21.8 by 27.9 cm.) with type matter 6 1/2 by 9
1/2 inches (16.5 by 24.1 cm.). The record shall be bound to lie
flat when open.

(h) When the record is typewritten, it must be clearly legible
on opaque, unglazed, durable paper approximately 8 1/2 by 11
inches (21.8 by 27.9 cm.) in size (letter size). Typing shall be
double-spaced on one side of the paper in not smaljer than pica-
type with a margin of 1 1/2 (3.8 cm.) on the left-hand side of the
page. The pages of the record shall be bound with covers at their
left edges in such manner to lie flat when open in one or more
volumes of convenient size (approximately 100 pages per
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volume is suggesied). Multigraphed or otherwise reproduced
copies conforming to the standards specified in this paragraph
may be accepted.

(i) Each party shall file its exhibits with the record specified
in paragraph (c) of this section. One copy of each documentary
exhibit shall be served. Documentary exhibits shall be filed in
anenvelope or folder and shall not be bound as part of the record.
Physical exhibits, if not filed by ar officer under § 1.676(d),
shall be filed with the record. Each exhibit shall contain a label
which identifies the party submitting the exhibit and an exhibit
number, the style of the interference {e.g., Jones v. Smith), and
the interference number. Where possible, the label should
appear at the bottom right-hand comer of each documentary
exhibit. Upon termination of an interference, an examiner-in-
chief may return an exhibit to the party filing the exhibit. When
any exhibit is returned, the examiner-in-chief shall enter an
appropriate order indicating that the exhibit has been returned.

(j) Any testimony, record, or exhibit which does not comply
with this section may be returned under § 1.618(a).

{49 FR 48465, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985]

§ 1.654 Final hearing.

(a) -At an appropriate stage of the interference, the parties
will be given an opportunity to appear before the Board to
present oral argument at a final hearing. An examiner-in-chief
shall set a date and time for final hearing. Unless otherwise
ordered by an examiner-in-chief or the Board, each party will be
entitléd to no more than 60 minutes of oral argument at final
hearing.

(b) The opening argument of a junior party shall include a
fair statement of the junior party’s case and the junior party’s
position with respect to the case presented onbehalf of any other
party. A junior party may reserve a portion of its time for
rebuttal.

(c) A party shall not be entitled to argue that an opponent
abandoned, suppressed, or concealed an actual reduction to
practice unless a notice under § 1.632 was timely filed.

(d) After final hearing, the interference shall be taken under
advisement by the Board. No further paper shall be filed except
under § 1.658(b) or as authorized by an examiner-in-chief or the
Board. No additional oral argument shall be had unless ordered
by the Board.

[49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.655 Matters considered in rendering a final decision.

(a) Inrenderinga final decision, the Board may considerany
properly raised issue including (1) priority of invention, (2)
derivation by an opponent from a party who filed a preliminary
statement under § 1.625, (3) patentability of the invention, (4)
admissibility of evidence, (5) any interlocutory matter deferred
tofinalhearing,and (6) any other matter necessary toresolve the
interference. The Board may also consider whether any inter-
locutory order was manifestly erroneous or an abuse of discre-
tion. All interlocutory orders shall be presumed to have been
correct and the burden of showing manifest error or an abuse of
discretion shall be on the party attacking the order.
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(b) A party shall not be entitled to raise for consideration at
final hearing a matter which properly could have been raised by
a motion under §§ 1.633 or 1.634 unless (1) the motion was
properly filed, (2) the matter was properly raised by a party in
an opposition to a motion under §§ 1.633 or 1.634 and the
motion was granted over the opposition, or (3) the party shows
good cause why the issue was not timely raised by motion or
opposition.

(c) To prevent manifest injustice, the Board may consider
an issue even though it would not otherwise be entitled to con-
sideration under this section.

[49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985}

§ 1.656 Briefs for final hearing.

(a) Each party shall be entitled to file briefs for final hearing.
The examiner-in-chief shall determine the briefs needed and
shall set the time and order for filing briefs.

(b) The opening brief of a junior party shall contain under
appropriate headings and in the order indicated:

(1) Aable of contents, with page references, and a table of
cases (alphabetically arranged), statutes, and other authorities
cited, with references to the pages of the brief where they are
cited.

(2) A statement of the issues presented for decision in the
interference.

(3) Astatement of the factsrelevant to the issues presented
for decision with appropriate references to the record.

(4) An argument, which may be preceded by a summary,
which shall contain the contentions of the party with respect to
the issues to be decided, and the reasons therefor, with citations
to the cases, statutes, other authorities, and parts of the record
relied on.

(5) A short conclusion stating the precise relief requested.

(6) An appendix containing a copy of the counts.

(c) The opening briefof the senior party shall conform to the
requirements of paragraph (b) of this section except:

(1) A statement of the issues and of the facts need not be
made unless the party is dissatisfied with the statement in the
opening brief of the junior party and

(2) Anappendix containing a copy of the counts need not
be included if the copy of the counts in the opening brief of the
junior party is correct.

(d) Briefs may be printed or typewritten. If typewritten,
legal-size paper may be used. The opening brief of each party in
excess of 50 legal-size double-spaced typewritten pages or any
other brief in excess of 25 legal-size double-spaced typewritten
pages shall be printed unless a satisfactory reason be given why
the brief should not be printed. Any printed brief shall comply
with the requirements of § 1.653(g). Any typewritten brief shall
comply with the requirements of § 1.653(h), except legal-size
paper may be used and the binding and covers specified are not
required.

() Anoriginal and three copies of each brief must be filed.

(6 Any brief which does not comply with the requirements
of this section may be returned under § 1.618(a).

(g) Any party, separate from its opening brief, but filed
concurrently therewith, may file an original and three copies of

R-80




PATENT RULES

concise proposed findings of fact and conclusions of law. Any
proposed findings of fact shall be supported by specific refer-
ences to the record. Any proposed conclusions of law shall be
supported by citation of cases, statutes, or ather authority. Any
opposing party, separate from itsopening or reply brief, but filed
concurrently therewith, may file a paper accepting or objecting
to any proposed findings of fact or conclusions of law; when
objecting, a reason must be given. The Board may adopt the
proposed findings of fact and conclusions of law in whole or in
part.
(h) If aparty wants the Board in rendering its final decision
to rule on the admissibility of any evidence, the party shall file
with its opening brief an original and three copies of amotion (§
1.635) tosuppress the evidence. The provisions of § 1.637(b) do
not apply to a motion to suppress under this paragraph. Any
objection previously made to the admissibility of an opponent’s
evidence is waived unless the motion required by this paragraph
is filed. An original and three copies of an opposition to the
motion may be filed with an opponent’s opening brief or reply
brief as may be appropriate.
(i) When a junior party fails to timely file an opening brief,
* an order may issue requiring the junior party to show cause why
the Board should not treat failure to file the brief as a concession
of priority. If the junior party fails to respond within a time

~zperiod set in the order, judgment may be entered against the

-
\ -

junior party.
[49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.657 Burden of proof as to date of invention.

A rebuttable presumption shall exist that, as to each count,
the inventors made their invention in the chronological order of
the earlier of their filing dates or effective filing dates. The

burden of proof shall be upon a party who contends otherwise.
{49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.658 Final decision.

(a) After final hearing, the Board shall enter a decision
resolving the issues raised at final hearing. The decision may (1)
enter judgment, in whole or in part, (2) remand the interference
to an examiner-in-chief for further proceedings, or (3) take
further action not inconsistent with law. A judgment asto a
count shall state whether or not each party is entitled to a patent
containing the claims in the party’s patent or application which
correspond to the count. When the Board enters a decision
awarding judgment as to all counts, the decision shall be
regarded as a final decision.

(b) Any request for reconsideration of a decision under
paragraph (a) of this section shall be filed within 14 days after
the date of the decision. The request for reconsideration shall
specify with particularity the points believed to have been
misapprehended or overlooked in rendering the decision. Any
reply to a request for reconsideration shall be filed within 14
days of the date of service of the request for reconsideration.
Where reasonably possible, service of the request for reconsid-
eration shall be such that delivery is accomplished by hand or

_“Express Mail.” The Board shall enter a decision on the request
forreconsideration. If the Board shall be of the opinion that the
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decision on the request for reconsideration significantly modi-
fies its original decision under paragraph (a) of this section, the
Board may designate the decision on the request for reconsid-
eration as a new decision,

{c) A judgmentin aninterference settles afl issues which (1)
were raised and decided in the interference, {2) could have been
preperly raised and decided in the interference by a motion
under § 1.633 (a) through (d) and (f) through (j) or § 1.634 and
(3) could have been properly raised and decided in an additional
interference with amotion under § 1.633(e). A losing party who
could have properly moved, but failed to move, under §§ 1.633
or 1.634, shall be estopped to take ex parte or inter partes action
in the Patent and Trademark Office after the interference which
is inconsistent with that party’s failure to properly move, except
that a losing party shall not be estopped with respect to any
claims which correspond, or properly could have corresponded,
to a count as to which that party was awarded a favorable

judgment.
[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.659 Recommendation.

(a) Should the Board have knowledge of any ground for
rejecting any application claim not involved in the judgment of
the interference, it may include in its decision a recommended
rejection of the claim. Upon resumption of ex parte prosecution
of the application, the examiner shall be bound by the recom-
mendation and shall enter and maintain the recommended
rejection unless an amendment or showing of facts not previ-
ously of record is filed which, in the opinion of the examiner,
overcomes the recommended rejection.

{b) Should the Board have knowledge of any ground for
reexamination of a patent involved in the interference as to a
patent claim not involved in the judgment of the interference, it
may include in its decision a recommendation to the Commis-
sioner that the patent be reexamined. The Commissioner will
determine whether reexamination will be ordered.

(c) The Board may make any other recommendation to the
examiner or the Commissioner as may be appropriate.

{49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985}

§ 1.660 Notice of reexamination, reissue, protest or
litigation.

(a) When a request for reexamination of a patent involved
inaninterference is filed, the patent owner shall notify the Board
within 10 days of receiving notice that the request was filed.

(b) When an application for reissue is filed by a patentee
involved in an interference, the patentee shall notify the Board
within 10 days of the day the application for reissue is filed.

(c) Whenaprotest under § 1.291 is filed against an applica-
tion involved in an interference, the applicant shall notify the
Board within 10 days of receiving notice that the protest was
filed.

(d) A party in an interference shall notify the Board promptly
of any litigation related to any patent or application involved in
an interference, including any civil action commenced under 35
US.C. 146.

{49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985]
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§ 1.661 Termination of interference after judgment.
Afterafinal decision is entered by the Board, aninterference

is considered terminated when no appeal (35 US.C. 141}y or

other review (35 U.S.C. 146) has been or can be taken or had.
[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.662 Regquest for entry of adverse judgement; reissue
filed by patentee.

(a) A party may, at any time during an interference, request
and agree to entry of an adverse judgment. The filing by an
applicant or patentee of a written disclaimer of the invention
defined by a count, concession of priority or unpateniability of
the subject matter of a count, abandonment of the invention
defined by a count, or abandonment of the contest as to a count
will be treated as a request for entry of an adverse judgment
against the applicant or patentee as to all claims which corre-
spond to the count. Abandonment of an application by an
applicant, other than an applicant for reissue having a claim of
the patent sought to be reissued involved in the interference, will
be treated as a request for entry of an adverse judgment against
the applicant as to all claims corresponding to all counts. Upon
the filing by a party of arequest forentry of an adverse judgment,
the Board may enter judgment against the party.

(b)_If a patentee involved in an interference files an appli-
cation for reissue during the interference and omits all claims of
the patent corresponding to the counts of the interference for the
purpose of avoiding the interference, judgment may be entered
against the patentee. A patentee who files an application for
reissue-other than for the purpose of avoiding the interference
shall titnely file a preliminary motion under § 1.633 (h) or show
good cause why the motion could not have been timely filed or
would not be appropriate.

(¢) The filing of a statutory disclaimer under 35 U.S.C. 253
by a patentee will delete any statutorily disclaimed claims from
being involved in the interference. A statutory disclaimer will
not be treated as a request for entry of an adverse judgment
against the patentee unless it results in the deletion of all patent
claims corresponding to a count.

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985; para.
(b) amended 53 FR 23738, June 23, 1988, effective Sept. 12, 1988]

§ 1.663 Status of claim of defeated applicant after
interference.

Whenever an adverse judgment is entered as to a count
against an applicant from which no appeal (35 U.S.C. 141) or
otherreview (35 U.S.C. 146) hasbeenor can be taken or had, the
claims of the application corresponding to the count stand
finally disposed of without further action by the examiner. Such
claims are not open to further ex parte prosecution.

{49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.664 Action after interference.

(a) After termination of an interference, the examiner will
promptly take such action in any application previously in-
volved in the interference as may be necessary. Unless entered
by order of an examiner-in-chief, amendments presented during
the interference shall not be entered, but may be subsequently
presented by the applicant subject to the provisions of this
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subpart provided prosecution of the application is not otherwise
closed.

(b) After judgement, the application of any party may be
held subject to further examination, including an interference

with another application.
[49 FR 48467, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb, 11, 1985]

§ 1.665 Second interference.

A second interference between the same parties will not be
declared upon an application not involved in an earlier interfer-
ence for an invention defined by a count of the earlier interfer-
ence. See § 1.658(c).

[49 FR 48468, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.666 Filing of interference settlement agreements,

(a) Any agreement or understanding between parties to an
interference, including any collateral agreements referred to
therein, made in connection with or in contemplation of the
termination of the interference, must be in writing and a true
copy thereof must be filed before the termination of the interfer-
ence (§ 1.661) as between the parties to the agreement or
understanding.

(b) If any party filing the agreement or understanding under
paragraph (a) of this section so requests, the copy will be kept
separate from the file of the interference, and made available
only to Government agencies on written request, or to any
person upon petition accompanied by the fee set forth in §
1.17(1)(1) and on a showing of good cause.

(c) Failure to file the copy of the agreement or understand-
ing under paragraph (a) of this section will render permanently
unenforceable such agreement or understanding and any patent
of the parties involved in the interference or any patent subse-
quently issued on any application of the parties so involved. The
Commissioner may, however, upon petition accompanied by
the fee setforth in § 1.17(h) and on a showing of good cause for
failure to file within the time prescribed, permit the filing of the
agreement or understanding during the six month period subse-
quent to the termination of the interference as between the
parties to the agreement or understanding,.

[49 FR 48468, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985; para. (b), 54 FR 6893, Feb. 15, 1989, effective
Apr. 17, 1989]

§ 1.671 Evidence must comply with rules.

(a) Evidence consists of testimony and exhibits, official
records and publications filed under § 1.682, evidence from
another interference, proceeding, or action filed under § 1.683,
and discovery relied upon under § 1.688, and the specification
(including claims) and drawings of any application or patent:

(1) Imvolved in the interference.

(2) Towhich a party has been accorded benefit in the notice
declaring the interference or by a preliminary motion granted
under § 1.633.

(3) For which a party has sought, but has not been denied,
benefit by a preliminary motion under § 1.633.

(4) For which benefit was rescinded by a preliminary
motion granted under § 1.633.
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(b) Exceptas otherwise provided in this subpart, the Federal
Rules of Evidence shall apply to interference proceedings.
Those portions of the Federal Rules of Evidence relating to
criminal actions, juries, and other matters not relevant to inter-
ferences shall not apply.

(c) Unless the context is otherwise clear, the following
terms of the Federal Rules of Evidence shall be construed as
follows:

(1) “Courts of the United States,” “U.S. Magistrate,”
“court,” “trial court,” or “trier of fact” means examiner-in-chief
or Board as may be appropriate.

(2) “Judge” means examiner-in-chief.

(3) “Judicial notice” means official notice.

(4) “Civil action,” “civil proceeding,” “action,” or “trial”
mean interference.

(5) “Appeliate court” means United States Court of Ap-
peals for the Federal Circuit or a United States district court
when judicial review is under 35 U.S.C. 146.

(6) “Before the hearing” in Rule 703 means before giving
testimony by oral deposition or affidavit.

(7) “The trial or hearing” in Rules 803(24) and 804(5)
means the taking of testimony by oral deposition.

(d) Certification is not necessary as a condition to admissi-
bility when the record is a record of the Patent and Trademark
Office to which all parties have access.

(e) A party may not rely on an affidavit filed by that party
during ex parte prosecution of an application, an affidavit under
§ 1.608, or an affidavitunder § 1.639(b) unless: (1) acopy of the
affidavit is or has been served and (2) a written notice is filed
prior to the close of the party’s relevant testimony period stating
that the party intends torely on the affidavit. When proper notice
is given under this paragraph, the affidavit shall be deemed filed
under § 1.672(b). A copy of the affidavit shall be included in the
record (§ 1.653).

(f) The significance of documentary and other exhibits shall
be discussed with particularity by a witness during oral deposi-
tion or in an affidavit.

(g) A party must file amotion (§ 1.635) secking permission
from an examiner-in-chief prior to taking testimony or seeking
documents or things under 35 U.S.C. 24. The motion shall
describe the general nature and the relevance of the testimony,
document, or thing.

(h) Evidence which is not taken or sought and filed in
accordance with this subpart shall not be admissible.

[49 FR 48468, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985])

¢ 1.672 Manner of taking testimony.

(a) Testimony of a witness may be taken by oral deposition
or affidavit in accordance with this subpart.

(b) A party wishing totake the testimony of a witness whose
testimony will not be compelled under 35 U.S.C. 24 may elect
to present the testimony of the witness by affidavit or deposi-
tion. A party electing to present testimony of a witness by
affidavit shall, prior to the close of the party’s relevant testi-
mony period, file and serve an affidavit of the witness or, where

,appropriate, a notice under § 1.671(e). To facilitate preparation
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of therecord (§ 1.653 (g) and (h)), a party should file an affidavit
on paper which is 8 1/2 by 11 inches (21.8 by 27.9 cm). A party
shall not be entitled to rely on any document referved to in the
affidavit unless a copy of the document is filed with the
affidavit. A party shall not be entitled 1o rely on any thing
mentioned in the affidavit unless the opponent is given reason-
able access to the thing. A thing is something other than a
document. Afier the affidavit is filed and within a time set by an
examiner-in-chief, any opponent may file a request to cross-
examine the witness on oral deposition. If any opponent re-
quests cross-examination of an affiant, the party shall notice a
deposition under § 1.673(e) for the purpose of cross-examina-
tion by any opponent. Any redirect and recross shall take place
at the deposition. At any deposition for the purpose of cross-
examination of a witness whose testimony is presented by
affidavit, the party shall not be entitied to rely on any document
or thing not mentioned in one or more of the affidavits filed
under this paragraph, except to the extent necessary to conduct
proper redirect. A party electing to present testimony of a
witness by deposition shall notice a deposition of the witness
under § 1.673(a). The party who gives notice of a deposition
shall be responsible for obtaining a court reporter and for filing
a certified transcript of the deposition as required by § 1.676.

(c) A party wishing to take the testimony of a witness whose
testimony will be compelled under 35 U.S.C. 24 must first
obtain permission from an examiner-in-chief under § 1.671(g).
If permission is granted, the party shall notice a deposition of the
witness under § 1.673 and may proceed under 35 U.S.C.24. The
testimony of the witness shall be taken on oral deposition.

(d) Notwithstanding the provisions of this subpart, if the
parties agree in writing, a deposition may be taken before any
person authorized to administer oaths, at any place, upon any
notice, and in any manner, and when so taken may be used like
other depositions.

(e) If the parties agree in writing, the testimony of any
witness may be submitted in the form of an affidavit without
opportunity for cross-examination. The affidavit of the witness
shali be filed in the Patent and Trademark Office.

(f) If the parties agree in writing, testimony may be submit-
ted in the form of an agreed statement setting forth: (1) How a
particular witness would testify if called or (2) the facts in the
case of one or more of the parties. The agreed statement shall be

filed in the Patent and Trademark Office. See § 1.653(a).
[49 FR 48468, Dec. 12, 1984, added effective Feb. 11, 1985; S0FR
23124, May 31, 1985}

§ 1.673 Notice of examination of witness.

(@) A party electing to take testimony of a witness by
deposition shall, after complying with paragraphs (b) and (g) of
this section, file and serve a single notice of deposition stating
the time and place of each deposition to be taken. Depositions
may be noticed for a reasonable time and place in the United
States. Unless the parties agree in writing, a deposition may not
be noticed for any other place without approval of an examiner-
in-chief (see § 1.684). The notice shall specify the name and
address of each witness and the general nature of the testimony
tobe given by the witness. If the name of a witnessisnot known,
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a general description sufficient to identify the witness or 8
particular class or group to which the witness belongs may be
given instead.

(b) Unless the parties agree otherwise, a party shall serve,
but not file, at least three days prior to the conference required
by paragraph (g) of this section, if service is made by hand or
“Express Mail,” or at least ten days prior to the conference if
service is made by any other means, the following:

(1) A list and copy of each document in the party’s posses-
sion, custody, or control and upon which the party intends torely
at any deposition and

(2) Alistof and a proffer of reasonable access to things in
the party’s possession, custody, or control and upon which the
party intends to rely at any deposition.

(c) A party shall not be permitted to rely at any deposition
on any witness not listed in the notice, or any document not
served or any thing not listed as required by paragraph (b) of this
section: (1) Unless all opponents agree in writing or on the
record to permit the party to rely on the witness, document, or
thing or (2) exceptuponamotion (§ 1.635) promptly filed which
isaccompanied by any proposed notice, additional documents,
or lists and which shows sufficient cause why the notice,
documents, or lists were not served in accordance with this
sectiofis

(d) Each opposing party shall have a full opportunity to
attend a deposition and cross-examine. If an opposing party
attends a deposition of a witness not named in anotice and cross-
examines the witness or fails to object to the taking of the
deposition, the opposing party shall be deemed to have waived
any right to object to the taking of the deposition for lack of
proper notice.

(e) A party electing to present testimony by affidavit and
who is required to notice depositions for the purpose of cross-
examination under § 1.672(b), shall, after complying with
paragraph (g) of this section, file and serve a single notice of
deposition stating the time and place of each cross-examination
deposition to be taken.

(f) The parties shall not take depositions in more than one
place at the same time or so nearly at the same time that
reasonable opportunity to travel from one place of deposition to
another cannot be had.

(g) Before serving a notice of deposition and after comply-
ing with paragraph (b) of this section, a party shall have an oral
conference with all opponents to attempt to agree on a mutually
acceptable time and place for conducting the deposition. A
certificate shall appear in the notice stating that the oral confer-
ence took place or explaining why the conference could not be
had. If the parties cannot agree to a mutually acceptable place
and time for conducting the deposition at the conference, the
parties shall contact an examiner-in-chief who shall then desig-
nate the time and place for conducting the deposition.

(h) A copy of the notice of deposition shall be attached to the
certified transcript of the deposition filed under § 1.676(a).

[49 FR 48469, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.674' Persons before whom depositions may be taken.
(a) Within the United States or a territory or insular posses-
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sion of the United States a deposition shall be taken before an
officer authorized to administer oaths by the laws of the United
States or of the place where the examination is held.

(b) Unlessthe parties agree in writing, the following persons
shall not be competent to serve as an officer: (1) A relative or
employee of aparty, (2) arelative or employee of an attomey or
agentof a party, or (3) a person interested, directly or indirectly,
in the interference either as counsel, attorney, agent, or other-
wise.

{49 FR 48469, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.675 Examination of witness, reading and signing
transcript of deposition.

(a) Each witness before giving an oral deposition shall be
duly sworn according to law by the officer before whom the
deposition is to be taken.

(b) The testimony shall be taken in answer to interrogatories
with any questions and answers recorded in their regular order
by the officer or by some other person, who shall be subject to
the provisions of § 1.674(b), in the presence of the officer unless
the presence of the officer is waived on the record by agreement
of all parties.

(c) All objections made at the time of the deposition to the
qualifications of the officer taking the deposition, the manner of
taking it, the evidence presented, the conduct of any party, and
any other objection to the proceeding shall be noted on the
record by the officer. Evidence objected to shall be taken subject
to any objection.

(d) Unless the parties agree in writing or waive reading and
signature by the witness on the record at the deposition, when
the testimony has been transcribed a transcript of the deposition
shall beread by the witness and then signed by the witmess in the
form of: (1) An affidavit in the presence of any notary or (2) a
declaration.

[49 FR 48469, Dec. 12, 1984, added effective Feb. 11, 1985}

§ 1.676 Certification and filing by officer, marking exhibits.

(a) The officer shall prepare a certified transcript of the
deposition by attaching to a transcript of the deposition a copy
of the notice of deposition, any exhibits to be annexed to the
certified transcript, and a certificate signed and sealed by the
officer and showing;

(1) The witness was duly sworn by the officer before com-
mencement of testimony by the witness.

(2) The transcript is a true record of the testimony given by
the witness.

(3) The name of the person by whom the testimony was
recorded and, if not recorded by the officer, whether the testi-
mony was recorded in the presence of the officer.

(4) The presence or absence of any opposing party.

(5) The place where the deposition was taken and the day
and hour when the deposition began and ended.

(6) The officer is not disqualified under § 1.674.

(b) If the parties waived any of the requirements of para-
graph (a) of this section, the certificate shall so state.

(c) The officer shall note on the certificate the circumstances
under which a witness refuses to sign a transcript.
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(d) Unless the parties agree otherwise in writing or on the
record at the deposition, the officer shall securely seal the
certified transcript in an envelope endorsed with the style of the
interference (e.g., Smith v, Jones), the interference number, the
name of the witness, and the date of sealing and shall promptly
forward the envelope to BOX INTERFERENCE, Commis-
sioner of Patents and Trademarks, Washington, D.C. 20231.
Documents and things produced for inspection during the
examination of a witness, shall, upon request of a party, be
marked for identification and annexed to the certified transcript,
and may be inspected and copied by any party, except that if the
person producing the documents and things desires to retain
them, the person may: (1) Offer copies to be marked for
identification and annexed to the certified transcript and to serve
thereafter as originals if the person affords to all parties fair
opportunity to verify the copies by comparison with the origi-
nals or (2) offer the originals to be marked for identification,
after giving each party an opportunity to inspect and copy them,
in which event the documents and things may be used in the
same manner as if annexed to the certified transcript. The

. exhibits shall then be filed as specified in § 1.653(i). If the
weight or bulk of a document or thing shall reasonably prevent
the document or thing from being annexed to the certified
transcript, it shall, unless waived on the record at the deposition

=of all parties, be authenticated by the officer and forwarded to
the Commissioner in a separate package marked and addressed
as provided in this paragraph.

[49FR 48469, Dec. 12, 1984, added effective Feb. 11, 1985; S0 FR

. _ 23124, May 31, 1985]

§ 1.677 Form of a transcript of deposition.

(a) A transcript of a deposition must be typewritten on
opaque, unglazed, durable paper approximately 8 1/2 by 11
inches (21.8 by 27.9 cm.) in size (letter size). Typing shall be
double-spaced on one side of the paper in not smaller than pica-
type withamargin of 1 1/2 inches (3.8 cm.) on the left-hand side
of the page. The pages must be consecutively numbered
throughout the entire record of each party (§ 1.653(d)) and the
name of the witness must be typed at the top of each page (§
1.653(e)). The questions propounded to each witness must be
consecutively numbered unless paper with numbered lines is
used and each question must be followed by its answer.

(b) Exhibits must be numbered consecutively and each must
be marked as required by § 1.653().

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985}

§ 1.678 Transcript of deposition must be filed.

Unless otherwise ordered by an examiner-in-chief, a certi-
fied transcrint of a deposition must be filed in the Patent and
Trademark Office within 45 days from the date of deposition. If
aparty refusestofile acertified transcript, the examiner-in-chief
or the Board may take appropriate action under § 1.616. If a
party refuses to file a certified transcript, any opponent may
move for leave to file the certified transcript and include a copy
of the transcript as part of the opponent’s record.

{49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985]
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§ 1.679 Inspection of transcript.

A certified transcript filed in the Patent and Trademark
Office may be inspected by any party. The centified transcript
may not be removed from the Patent and Trademark Office for
printing (§ 1.653(g)) unless authorized by an examiner-in-chief
upen such terms as may be appropriate.

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.682 Official records and printed publications.

(a) A partymay introduce into evidence, if otherwise admis-
sible, any official record or printed publication not identified on
the record during the taking of testimony of a witness, by filing
anotice offering the official record or publication into evidence.
If the evidence relates to the party’s case-in-chief, the notice
shall be filed prior to close of testimony of the party’s case-in-
chief. If the evidence relates to rebuttal, the notice shall be filed
prior to the close of testimony of the party’s case-in-rebuttal.
The notice shall: (1) Identify the official record or printed pub-
lication, (2) identify the portion thereof to be introduced in evi-
dence, (3) indicate generally the relevance of the portion sought
to be introduced in evidence, and (4) where appropriate, be
accompanied by a certified copy of the official record or a copy
of the printed publication (§ 1.671(d)).

(b) A copy of the notice, official record, and publication
shall be served.

() Unless otherwise ordered by an examiner-in-chief, any
written objection to the notice or to the admissibility of the
official record or printed publication shall be filed within 15
days of service of the notice. See also § 1.656(h).

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.683 Testimony in another interference, proceeding,
or action.

(a) Prior to close of a party’s appropriate testimony period
or within such time as may be set by an examiner-in-chief, a
party may file a motion (§ 1.635) for leave to use in an
interference testimony of a witness from another interference,
proceeding, or action involving the same parties, subject tosuch
conditions as may be deemed appropriate by an examiner-in-
chief. The motion shall specify with particularity the exact
testimony to be used and shall demonstrate its relevance.

(b) Any objection to the admissibility of the testimony of the
witness shall be made in an opposition to the motion. See also
§ 1.656(h).

{49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.684 Testimony in a foreign country.

(a) An examiner-in-chief may authorize testimony of a
witness to be taken in a foreign country. A party seeking to take
testimony in a foreign country shall, prior to the close of the
party’s appropriate testimony period or within such time asmay
be set by an examiner-in-chief, file a motion (§ 1.635):

(1) Naming the witness.

(2) Describing the particular facts to which it is expected
that the witness will testify.

(3) Stating the grounds on which the moving party believes
that the witness will so testify.

Rev. 11, Apr. 1989



§ 1.685

(4) Demonstrating that the expected testimony is relevant.
(5) Demonstrating that the testimony cannot be taken in

this country at all or cannot be taken in this country without
hardship to the moving party greatly exceeding the hardship to
which all opposing parties will be exposed by the taking of the
testimony in a foreign country.

(6) Accompanied by an affidavit stating that the motion is
made in good faith and not for the purpose of delay or harassing
any party.

(7) Accompanied by written interrogatories to be asked of
the witness.

(b) Any oppositionunder § 1.638(a) shall state any objection
to the written interrogatories and shall include any cross-
interrogatories to be asked of the witness. A reply under §
1.638(b) may be filed and shall be limited to stating any
objection to any cross-interrogatories proposed in the opposi-
tion.

(¢) If the motion is granted, the moving party shall be
responsible for obtaining answers to the interrogatories and
cross-inferrogatories before an officer qualified to administer
oaths in the foreign country under the laws of the United States
or the foreign country. The officer shall prepare a transcript of
the interrogatories, cross-interrogatories, and recorded answers
to the interrogatories and cross-interrogatories and shall trans-
mit the transcript to BOX INTERFERENCE, Commissioner of
Patents and Trademarks, Washington, D.C. 20231, with a
certificate signed and sealed by the officer and showing:

(1) The witness was duly sworn by the officer before an-
swering-the interrogatories and cross-interrogatories.

(2) The recorded answers are a true record of the answers
given by the witness to the interrogatories and cross-interroga-
tories.

(3) The name of the person by whom the answers were
recorded and, if notrecorded by the officer, whether the answers
were recorded in the presence of the officer.

(4) The presence or absence of any party.

(5)The place,day,and hour that the answers were recorded.

(6) A copy of the recorded answers was read by or to the
witness before the witness signed the recorded answers and that
the witness signed the recorded answers in the presence of the
officer. The officer shall state the circumstances under whicha
witness refuses to read or sign recorded answers.

(7) The officer is not disqualified under § 1.674.

(d) If the parties agree in writing, the testimony may be taken
before the officer on oral deposition.

(e) Aparty taking testimony in a foreign country shall have
the burden of proving that false swearing in the giving of
testimony is punishable as perjury under the laws of the foreign
country. Unless false swearing in the giving of testimony before
the officer shall be punishable as perjury under the laws of the
foreign country where testimony is taken, the testimony shall
not be entited to the same weight as testimony taken in the
United States. The weight of the testimony shall be determined
in each case.

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985]
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§ 1.685 Ervors and irregularities in depositions.

(a) An error in a notice for taking a deposition is waived
unless a motion (§ 1.635) to quash the notice is filed as soon as
the error is, or could have been, discovered.

(b) An objection to a qualification of an officer taking a
deposition is waived unless:

(1) The objection is made on the record of the deposition
before a witness begins to testify.

(2) If discovered after the deposition, a motion (§ 1.635) to
suppress the deposition is filed as soon as the objection is, or
could have been, discovered.

(c) Anerror orirregularity in the manner in which testimony
is transcribed, a certified transcript is signed by a witness, or a
certified transcript is prepared, signed, certified, sealed, en-
dorsed, forwarded, filed, or otherwise handled by the officer is
waived unless a motion (§ 1.635) to suppress the deposition is
filed as soon as the error of irregularity is, or could have been,
discovered.

(d) An objection to the competency of a witness, admissi-
bility of evidence, manner of taking the deposition, the form of
questions and answers, any oath or affirmation, or conduct of
any party at the deposition is waived unless an objection is made
on the record at the deposition stating the specific ground of
objection. Any objection which a party wishes considered by
the Board at final hearing shall be included in a motion to
suppress under § 1.656(h).

(e) Nothing in this section precludes taking notice of plain
errors affecting substantial rights although they were not
brought to the attention of an examiner-in-chief or the Board.

[49FR 48471, Dec. 12, 1984, added effective Feb. 11, 1985; SO FR
23124, May 31, 1985,]

§ 1.687 Additional discovery.

(a) A party is not entitled to discovery except as authorized
in this subpart.

(b) Where appropriate, a party may obtain production of
documents and things during cross-examination of an
opponent’s witness or during the testimony period of the party’s
case-in-rebuttal.

(c) Upon a motion (§ 1.635) brought by a party within the
time set by an examiner-in-chief under § 1.651 or thereafter as
authorized by § 1.645 and upon a showing that the interest of
justice so requires, an examiner-in-chief may order additional
discovery, as to matters under the control of a party within the
scope of the Federal Rules of Civil Procedure, specifying the
terms and conditions of such additional discovery.

(d) The parties may agree to discovery among themselves
at any time. In the absence of an agreement, a motion for
additional discovery shall not be filed except as authorized by
this subpart.

{49 FR 48471, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.688 Use of discovery.

(a) If otherwise admissible a party may introduce into evi-
dence, an answer to a written request for an admission or an
answer to a written interrogatory obtained by discovery under §
1.687 by filing a copy of the request for admission or the written
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interrogatory and the answer. If the answer relates to a party’s
case-in-chief, the answer shall be filed prior to the close of
testimony of the party’s case-in-chief. If the answer relates to
the party’s rebuttal, the admission or answer shall be filed prior
to the close of testimony of the party’s case-in-rebuttal. Unless
otherwise ordered by an examiner-in-chief, any written objec-
tion to the admissibility of an answer shall be filed within 15
days of service of the answer,

(b) A party may not rely upon any other matter obtained by
discovery unless it is introduced into evidence under this sub-

t.
P {49 FR 48471, Dec. 12, 1984, added effective Feb.11, 1985}

§ 1.690 Arbifration of interferences.

(a) Parties to a patent interference may determine the inter-
ference or any aspect thereof by arbitration. Such arbitration
shall be governed by the provisions of Title 9, United States
Code. The parties must notify the Board in writing of their
intention to arbitrate, An agreement to arbitrate must be in
writing, specify the issues to be arbitrated, the name of the
arbitrator or a date not more than thirty (30) days after the
execution of the agreement for the selection of the arbitrator,
and provide that the arbitrator’s award shall be binding on the
parties and that judgment thereon can be entered by the Board.
= A copy of the agreement must be filed within twenty (20) days

after its execution. The parties shall be solely responsible for the

selection of the arbitrator and the rules for conducting proceed-

ings before the arbitrator. Issues not disposed of by the arbitra-

.. tion will be resolved in accordance with the procedures estab-

.. lished in 37 CFR, Subpart E of Part 1, as determined by the
examiner-in-chief.

(b) An arbitration proceeding under this section shall be
conducted within such time as may be authorized on a case-by-
case basis by an examiner-in-chief.

(c) An arbitration award will be given no consideration
unless it is binding on the parties, is in writing and states in a
clear and definite manner (1) the issue or issues arbitrated and
(2) the disposition of each issue. The award may include a
statement of the grounds and reasoning in support thereof.
Unless otherwise ordered by an examiner-in-chief, the parties
shall give notice to the Board of an arbitration award by filing
within twenty (20) days from the date of the award acopy of the
award signed by the arbitrator or arbitrators. When an award is
timely filed, the award shall, as to the parties to the arbitration,
be dispositive of the issue or issues to which it relates.

(d) An arbitration award shall not preclude the Office from
determining patentability of any invention involved in the
interference.

[Added 52 FR 13838, Apr. 27, 1987)

Subpart F - Extension of Patent Term

Authority: 35 U.S.C. 6 and 156.

© § 1.710 Patents subject to extension of the patent term.
(a) A patent is eligible for extension of the patent term if the
patent claims a product as defined in paragraph (b) of this
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section, or a method of using such a product, or a method of
manufacturing such a product, and meets all other conditions
and requirements of this subpart.

(b) The term “product” referred to in paragraph (a) of this
section means—

(1) a human drug product which means the active ingredi-
ent of a new drug, antibiotic drug, or human biological product
(asthose termsare used in the Federal Food, Drug, and Cosmetic
Act and the Public Health Service Act) including any salt or
esterof the active ingredient, as a single entity or in combination
with another active ingredient; or

(2) any medical device, food additive, or color additive
subject to regulation under the Federal Food, Drug, and Cos-

metic Act.
[Added 52 FR 9394, Mar. 24, 1987, effective May 26, 1987}

§ 1.720 Conditions for extension of patent term.

The term of a patent may be extended if:

(a) the patent claims a product or a method of using or manu-
facturing a product as defined in § 1.710;

(b) the term of the patent has never been previously extended
except for any interim extension issued pursuant to § 1.760;

(c) an application for extension is submitted in compliance
with § 1.740;

(d) the product has been subject to a regulatory review
period as defined in 35 U.S.C. 156(g) before its commercial
marketing or use;

(e) the product has received permission for commercial mar-
keting or use and --

(1) The permission for the commercial marketing or use of
the product is the first received permission for commercial mar-
keting or use under the provision of law under which the
applicable regulatory review occurred, or

(2) In the case of a patent claiming a method of manufac-
turing the product which primarily uses recombinant DNA
technology in the manufacture of the product, the permission for
the commercial marketing or use is the firstreceived permission
for the commercial marketing or use of a product manufactured
under the process claimed in the patent;

(f) The application is submitted within the sixty day period
beginning on the date the product first received permission for
commercial marketing or use under the provisions of law under
which the applicable regulatory review period occurred, or in
the case of a patent claiming a method of manufacturing the
product which primarily uses recombinant DNA technology in
the manufacture of the product, the application for extension is
submitted within the sixty day period beginning on the date of
the first permitted commercial marketing or use of a product
manufactured under the process claimed in the patent;

(g) The term of the patent has not expired before the submis-
sion of an application in compliance with § 1.741; and

(h) No other patent term has been extended for the same
regulatory review period for the product.

[Added 52 FR 9395, Mar. 24, 1987, effective May 26, 1987}

§ 1.730 Applicant for extension of patent term.
Any application for extension of a patent term must be sub-
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mitted by the owner of record of the patent or its agent and must
comply with the requirements of § 1.740.
[Added 52 FR 9395, Mar. 24, 1987, effective May 26, 1987}

§ 1.740 Application for extension of patent term.

(a) An application for extension of patent term must be made
in writing to the Commissioner of Patents and Trademarks. A
formal application for the extension of patent term shall include:

(1) A complete identification of the approved product as by
appropriate chemical and generic name, physical structure or
characteristics;

(2) A complete identification of the Federal statute includ-
ing the applicable provision of law under which the regulatory
review occurred;

(3) An identification of the date on which the product re-
ceived permission for commercial marketing or use under the
provision of law under which the applicable regulatory review
period occurred;

(4) In the case of a human drug product, an identification
of each active ingredient in the product and as to each active
ingredient, a statement that it has not been previously approved
for commercial marketing or use under the Federal Food Drug
and Cosmetic Act, or a statement of when the active ingredient
was approved for commercial marketing or use (either alone or
in combination with other active ingredients) and the provision
of law under which it was approved.

(5) A statement that the application is being submitted
within the sixty day period permitted for submission pursuant to
§ 1.720(f) and an identification of the date of the last day on
which the application could be submitted;

(6) A complete identification of the patent for which an
extension is being sought by the name of the inventor, the patent
number, the date of issue, and the date of expiration;

(7) A copy of the patent for which an extension is being
sought, including the entire specification (including claims)and
drawings;

(8) A copy of any disclaimer, certificate of correction,
receipt of maintenance fee payment, or reexamination certifi-
cate issued in the patent;

(9) A statement beginning on a new page that the patent
claims the approved product or a method of using or manufac-
turing the approved product, and a showing which lists each
applicable patent claim and demonstrates the manner in which
each applicable patent claim reads on the approved product or
a method of using or manufacturing the approved product;

(10) A statement beginning on a new page of the relevant
dates and information pursuant to 35 U.S.C. 156(g) in order to
enable the Secretary of Health and Human Services to deter-
mine the applicable regulatory review period as follows:

(i) For a patent that claims a human drug product, the
effective date of the investigational new drug (IND) application
and the IND number; the date on which a new drug application
(NDA) was initially submitted and the NDA number; and the
date on which the NDA was approved;

(i) For a patent that claims a food or color additive, the
date a thajor health or environmental effects test on the additive
was initiated and any available substantiation of that date; the
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date on which a petition for product approval under the Federal
Food, Drug and Cosmetic Act was initially submitted and the
petition number; and the date on which the FDA published a
Federal Register notice listing the additive for use;

(iii) For apatent that claims a medical device, the effective
date of the investigational device exemption (IDE) and the IDE
number, if applicable, or the date on which the applicant began
the first clinical investigation involving the device if no IDE was
submitted and any available substantiation of that date; the date
on which an application for product approval under section 515
of the Federal Food, Drug and Cosmetic Act was initially
submitted and the number of the application; and the date on
which the application was approved.

(11) A brief description beginning on anew page of the sig-
nificantactivities underiaken by the marketing applicant during
the applicable regulatory review pericd with respect to the ap-
proved product and the significant dates applicable to such
activities;

(12) A statement beginning on a new page that in the
opinion of the applicant the patent is eligible for the extension
and a statement as to the length of extension claimed, including
how the length of extension was determined;

(13) A statement that applicant acknowledges a duty to
disclose to the Commissioner of Patents and Trademarks and
the Secretary of Health and Human Services any information
which is material to the determination of entitlement to the
extension sought (see § 1.765);

(14) The prescribed fee for receiving and acting upon the
application for extension (see § 1.20(n));

(15) The name, address, and telephone number of the
person to whom inquiries and correspondence relating to the ap-
plication for patent term extension are to be directed;

(16) A duplicate of the application papers, certified as such;
and

(17) An oath or declaration as set forth in paragraph (b) of
this section.

(b) Any oath or declaration submitted in compliance with
paragraph (a) of this section must be signed by the owner of
record of the patent or its agent, specifically identify the papers
and the patent for which an extension is sought and aver that the
person signing the oath or declaration:

(1) Isthe owner, an official of a corporate owner authorized
to obligate the corporation, or a patent attorney or agent author-
ized to practice before the Patent and Trademark Office and who
has general authority from the owner to act on behalf of the
owner in patent matters.

(2) Hasreviewed and understands the contents of the appli-
cation being submitted pursuant to this section;

(3) Believes the patent is subject to extension pursuant to §
1.710;

(4) Believes an extension of the length claimed is justified
under 35 U.S.C. 156 and the applicable regulations; and

(5) Believes the patent for which the extension is being
sought meets the conditions for extension of the term of a patent
as set forth in § 1.720.

{c) If any application for extension of patent term submitted
pursuant to this section is held to be informal, applicant may
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seek to have that holding reviewed by filing a petition with the
required fee, as necessary, pursuant to 1.181, 1,182 or 1.183, as
appropriate, within such time as may be setin the notice that the
application has been held to be informal, or if no time is set,
within one month of the date on which the application was held
informal. The time periods set forth herein are subject to the

provisions of 37 CFR 1.136.
[Added 52 FR 9395, Mar. 24, 1987, effective May 26, 1987]

§ 1.741 Filing date of application.

(a) The filing date of an application for extension of patent
termn is the date on which a complete application is received in
the Patent and Trademark Office or filed pursuart to the “Cer-
tificate of Mailing™ provisions of 37 CFR 1.8 or “Express Mail”
provisions of 37 CFR 1.10.

A complete application shall include:

(1) An identification of the approved product;

(2) An identification of the Federal stamte under which
regulatory review occurred;

(3) Anidentification of the patent for which an extension is
being sought;

. (4) An identification of each claim of the patent which
claims the approved product or a method of using or manufac-
turing the approved product;

_. (5) Sufficient information to enable the Commissioner to

“determine under 35 U.S.C. 156 subsections (a) and (b) the
eligibility of a patent for extension and the rights that will be
derived from the extension and information to enable the
Commissioner and the Secretary of Health and Human Services

"~ -to determine the period of the extension; and

- (6) A brief description of the activities undertaken by the
marketing applicant during the applicable regulatory review
period with respect to the approved product and the significant
dates applicable to such activities.

(b) If any application submitted pursuant to this section is
held to be incomplete, applicant may seek to have this holding
reviewed under § 1.181.

[Added 52 FR 9396, Mar. 24, 1987, effective May 26, 1987]

§ 1.750 Determination of eligibility for extension of
patent term

A determination as to whether a patent is eligible for
extension may be made by the Commissioner solely on the basis
of the representations contained in the application for extension
filed in compliance with § 1.740. This determination may be
delegated to appropriate Patent and Trademark Office officials
and may be made at any time before the certificate of extension
is issued. The Commissioner or other appropriate officials may
require from applicant further information or make such inde-
pendent inquiries as desired before a final determination is made
on whether a patent is eligible for extension. A notice will be
mailed to applicant containing the determination as to the
eligibility of the patent for extension and the period of time of
the extension, if any. This notice shall constitute the final
determination as to the eligibility and any period of extension of
“the patent. A single request for reconsideration of a final
(?etermination may be made if filed by the applicant within such
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time as may be set in the notice of final determination or, if no
time is set, within one month from the date of the final determi-
nation. The time periods set forth herein are subject to the

provisions of 37 CFR 1.136.
[Added 52 FR 9396, Mar. 24, 1987, effective May 26, 1987]

§ 1.760 Interim extension of patent term.

An applicant who has filed a formal application for exten-
sion in compliance with § 1.740 may request one or more
interim extensions for periods of up to one year each pending a
final determination on the application pursuant to § 1.750. Any
such request should be filed at least three months prior to the
expiration date of the patent. The Commissioner may issue
interim extensions, without a request by the applicant, for
periads of up to one year each until a final determination is
made. The patent owner or agent will be notified when an
interim extension is granted and notice of the extension will be
published in the Official Gazette of the Patent and Trademark
Office. The notice will be recorded in the official file of the
patent and will be considered as part of the original patent. In no
event will the interim extensions granted under this section be
longer than the maximum period for extension to which the
applicant would be eligible.

{Added 52 FR 9396, Mar. 24, 1987, effective May 26, 1987]

§ 1.765 Duty of disclosure in patent term extension
proceedings.

(a) A duty of candor and good faith toward the Patent and
Trademark Office and the Secretary of Health and Human
Services rests on the patent owner or its agent, on each attorney
or agent who represents the patent owner and on every other
individual who is substantively involved on behalf of the patent
owner in a patent term extension proceeding. All such individu-
als who are aware, or become aware, of material information
adverse to a determination of entitlement to the extension
sought, which has not been previously made of record in the
patent term extension proceeding must bring such information
to the attention of the Office or the Secretary, as appropriate, in
accordance with paragraph (b) of this section, as soon as it is
practical to do so after the individual becomes aware of the
information. Information is material where there is a substantial
likelihood that the Office or the Secretary would consider it
important in determinations t0 be made in the patent term
extension proceeding.

(b) Disclosures pursuant to this section must be accompa-
nied by a copy of each written document which is being
disclosed. The disclosure must be made to the Office or the
Secretary, as appropriate, unless the disclosure is material to
determinations to be made by both the Office and the Secretary,
in which case duplicate copies, certified as such, must be filed
in the Office and with the Secretary. Disclosures pursuant to this
section may be made to the Office or the Secretary, as appropri-
ate, through an attorney or agent having responsibility on behalf
of the patent owner or its agent for the patent term extension
proceeding or through a patent owner acting on his or her owr:
behalf. Disclosure to such an attorney, agent or patent owner
shall satisfy the duty of any other individual. Such an attorney,
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agentor patent owner has no duty to transmit information which
is not material to the determination of entitlement to the exten-
sion sought.

(c) No patent will be determined eligible for extension and
no extension will be issued if it is determined that frand on the
Office or the Secretary was practiced or attempted or the duty of
disclosure was violated through bad faith or gross negligence in
connection with the patent term extension proceeding. If it is
established by clear and convincing evidence thatany fraud was
practiced or attempted on the Office or the Secretary in connec-
tion with the patent term extension proceeding or that there was
any violation of the duty of disclosure through bad faith or gross
negligence in connection with the patent term extension pro-
ceeding, a final determination will be made pursuant to § 1.750
that the patent is not eligible for extension.

(d) The duty of disclosure pursuant to this section rests on the
individuals identified in paragraph (a) of this section and no
submission on behalf of third parties, in the form of protests or
otherwise, will be considered by the Office. Any such submis-
sions by third parties to the Office will be returned to the party
making the submission, or otherwise disposed of, without
consideration by the Office.

[Added 52 FR 9396, Mar. 24 1987, effective May 26, 1987]

§ 1.770 Express withdrawal of application for extension
of patent term.

An application for extension of patent term may be ex-
pressly withdrawn before a determination is made pursuant to §
1.750by filing in the Office, in duplicate, a written declaration
of withdrawal signed by the owner of record of the patent or its
agent. An application may not be expressly withdrawn after the
date permitted for response to the final determination on the
application. An express withdrawal pursuant to this section is
effective when acknowledged in writing by the Office. The
filing of an express withdrawal pursuant to this section and its
acceptance by the Office does not entitle applicant to a refund
of the filing fee (§ 1.20(n)) or any portion thereof.

{Added 52 FR 9397, Mar. 24 1987, effective May 26, 1987]

§ 1.775 Calculation of patent term extension for a human
drug product.

(a) If a determination is made pursuant to § 1.750 that a
patent for a human drug product is eligible for extension, the
term shall be extended by the time as calculated in days in the
manner indicated by this section. The patent term extension will
run from the original expiration date of the patent or any earlier
date set by terminal disclaimer (§ 1.321).

(b) The term of the patent for a human drug product will be
extended by the length of the regulatory review period for the
product as determined by the Secretary of Health and Human
Services, reduced as appropriate pursuant to paragraphs (d)(1)
through (d)(6) of this section.

(c) The length of the regulatory review period for a human
drug product will be determined by the Secretary of Health and
Human Services. Under 35 U.S.C. 156(g)(1)(B), it is the sum
of --

(1) The number of days in the period beginning on the date
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an exemption under subsection (i) of saction 505 or subsection
(d) of section 507 of the Federal Food, Drug and Cosmetic Act
became effective for the approved human drug product and
ending on the date an application was initially submitted for
such drug product under those sections or under section 351 of
the Public Health Service Act; and

(2) The number of days in the period beginning on the date
the application was initially submitted for the approved human
drug productunder section 351 of the Public Health Service Act,
subsection (b) of section 505 or section 507 of the Federal Food,
Drug, and Cosmetic Actand ending on the date such applicaton
was approved under such section.

(d) The term of the patent as extended for a human drug
product will be determined by —

(1) Subtracting from the number of days determined by the
Secretary of Health and Human Services to be in the reguiatory
review period:

(i) The number of days in the periods of paragraphs (c)(1)
and (c)(2) of this section which were on and before the date on
which the patent issued;

(ii) The number of days in the periods of paragraphs (c)(1)
and (c)(2) of this section during which it is determined under 35
U.S.C. 156(d)(2)(B) by the Secretary of Health and Human
Services that applicant did not act with due diligence;

(iii) One-half the number of days remaining in the period
defined by paragraph (c)(1) of this section after that period is
reduced in accordance with paragraphs (d)(1)(i) and (ii} of this
section; half days will be ignored for purposes of subtraction;

(2) By adding the number of days determined in paragraph
(d)(1) of this section to the original term of the patent as
shortened by any terminal disclaimer;

(3) By adding 14 years to the date of approval of the
application under section 351 of the Public Health Service Act,
or subsection (b) of section 505 or section 507 of the Federal
Food, Drug and Cosmetic Act;

(4) By comparing the dates for the ends of the periods
obtained pursuant to paragraphs (d)(2) and (d)(3) of this section
with each other and selecting the earlier date;

(5) If the original patent was issued after September 24,
1984,

(i) By adding S years to the original expiration date of the
patent or any earlier date set by terminal disclaimer; and

(if) By comparing the dates obtained pursuant to para-
graphs (d)(4) and (d)(5)(i) of this section with each other and
selecting the earlier date;

(6) If the original patent was issued before September 24,
1984, and

(i) If norequest was submitted for an exemption under sub-
section (i) of section 505 or subsection (d) of section 507 of the
Federal Food, Drug and Cosmetic Act before September 24,
1984, by -

(A) Adding S years to the original expiration date of the
patent or eatlier date set by terminal disclaimer; and

(B) By comparing the dates obtained pursuant to para-
graphs (d)(4) and (d)(6)(i)(A) of this section with each other and
selecting the earlier date; or

(ii) If a request was submitted for an exemption under sub-
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section (i) of section 505 or subsection (d) of section 507 of the
Federal Food, Drug, or Cosmetic Act before September 24,
1984 and the commercial marketing or use of the product was
not approved before September 24, 1984, by - '

(A) Adding 2 years to the original expiration date of the
patent or earlier date set by terminal disclaimer, and

(B) By comparing the dates obtained pursuant to para-
graphs (d)(4) and (d)(6)(ii)(A) of this section with each other
and selecting the earlier filing date.

[Added 52 FR 9397, Mar. 24 1987, effective May 26, 1987}

§ 1.776 Calculation of patent term extension for a food
additive or color additive.

(a) If a determination is made pursuant to § 1.750 that a
patent for a food additive or color additive is eligible for
extension, the term shall be extended by the time as calculated
in days in the manner indicated by this section. The patent term
extension will run from the original expiration date of the patent
or earlier date set by terminal disclaimer (§ 1.321).

(b) The term of the patent for a food additive or color
additive will be extended by the length of the regulatory review

* period for the product as determined by the Secretary of Health

and Human Services, reduced as appropriate pursuant to para-
graphs (d)(1) through (d)(6) of this section.

= (c) The length of the regulatory review period for a food
additive or color additive will be determined by the Secretary of
Health and Human Services. Under 35 U.S.C. 156(g)(2)(B), it
is the sum of -

-, (1) The number of days in the period beginning on the date
amajor health or environmental effects test on the additive was
initiated and ending on the date a petition was initially submitted
with respect to the approved product under the Federal Food,
Drug, and Cosmetic Act requesting the issuance of a regulation
for use of the product; and

(2) The number of days in the period beginning on the date

a petition was initially submitted with respect to the approved
product under the Federal Food, Drug and Cosmetic Act re-
questing the issuance of a regulation for use of the product, and
ending on the date such regulation became effective or, if
objections were filed to such regulation, ending on the date such
objections were resolved and commercial marketing was per-
mitted or, if commercial marketing was permitted and later
revoked pending further proceedings as a result of such objec-
tions, ending on the date such proceedings were finally resolved
and commercial marketing was permitied.

(d) The term of the patent as extended for a food additive or
color additive will be determined by

(1) Subtracting from the number of days determined by the

Secretary of Health and Human Services to be in the regulatory
review period:

(i) The number of days in the periods of paragraphs (c)(1)
and (c)(2) of this section which were on and before the date on
which the patent issued;

(ii) The number of days in the periods of paragraphs (c)(1)

-and (c)(2) of this section during which it is determined under 35
U.S.C. 156(d)(2)(B) by the Secretary of Health and Human
Services that applicant did not act with due diligence;
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(iii) The number of days equal to one-half the number of
days remaining in the period defined by paragraph (c)(1) of this
section after that period is reduced in accordance with para-
graphs (d)(1) (i) and (ii) of this section; half days will be ignored
for purposes of subtraction;

(2) By adding the number of days determined in paragraph
(d)(1) of this section to the original term of the patent as
shortened by any terminal disclaimer;

(3) By adding 14 years to the date aregulation for use of the
product became effective or, if objections were filed to such
regulation, to the date such objections were resolved and com-
mercial marketing was permitted or, if commercial marketing
was permitted and later revoked pending further proceedings as
a result of such objections, to the date such proceedings were
finaily resolved and commercial marketing was permitted;

(4) By comparing the dates for the ends of the periods
obtained pursuant to paragraphs (d)(2) and (d)(3) of this section
with each other and selecting the earlier date;

(5) If the original patent was issued after September 24,
1984,

(i) By adding 5 years to the original expiration date of the
patent or earlier date set by terminal disclaimer; and

(ii) By comparing the dates obtained pursuant to para-
graphs (d)(4) and (d)(5)(i) of this section with each other and
selecting the earlier date;

(6) If the original patent was issued before September 24,
1984, and

(i) If no major health or environmental effects test was
initiated and no petition for a regulation or application for
registration was submitted before September 24, 1984, by

(A) Adding 5 years to the original expiration date of the
patent or earlier date set by terminal disclaimer, and

(B) By comparing the dates obtained pursuant to para-
graphs (d)(4) and (d)(6)(i)(A) of this section with each other and
selecting the earlier date; or

(ii) If a major health or environmental effects test was
initiated or a petition for a regulation or application for registra-
tion was submitted by September 24, 1984, and the commercial
marketing or use of the product was not approved before
September 24, 1984, by --

(A) Adding 2 years to the original expiration date of the
patent or earlier date set by terminal disclaimer, and
{B) By comparing the dates obtained pursuant to para-
graphs (d)(4) and (d)(6)(ii)(A) of this section with each other
and selecting the earlier date.
[Added 52 FR 9397, Mar. 24, 1987, effective May 26, 1987]

§ 1.777 Calculation of patent term extension for a
medical device.

(@) If a determination is made pursuant to § 1.750 that a
patent for a medical device is eligible for extension, the term
shall be extended by the time as calculated in days in the manner
indicated by this section. The patent term extension will run
from the original expiration date of the patent or earlier date as
set by terminal disclaimer (§ 1.321).

(b) The term of the patent for a medical device will be
extended by the length of the regulatory review period for the
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product as determined by the Secretary of Health and Human
Services, reduced as appropriate pursuant to paragraphs (d)(1)
through (d)(6) of this section.

(c) The length of the regulatory review period for a medical
device will be determined by the Secretary of Health and Human
Services. Under 35 U.S.C. 156(g)(3)(B), it is the sum of

(1) The number of days in the period beginning on the date
a clinical investigation on humans involving the device was
begun and ending on the date an application was initially
submitted with respect to the device under section 515 of the
Federal Food, Drug, and Cosmetic Act; and

(2) The number of days in the period beginning on the date
the application was initially submitted with respect to the device
under section 515 of the Federal Food, Drug, and Cosmetic Act,
and ending on the date such application was approved under
such Act or the period beginning on the date a notice of
completion of a product development protocol was initially
submitted under section S15(£)(5) of the Act and ending on the
date the protocol was declared completed under section
S15()(6) of the Act.

(d) The term of the patent as extended for a medical device
will be determined by --

(1) Subtracting from the number of days determined by the
Secretagy of Health and Human Services to be in the regulatory
review period pursuant to paragraph (c) of this section:

(i) The number of days in the periods of paragraphs (c)(1)
and (c)(2) of this section which were on and before the date on
which the patent issued;

(ii) The number of days in the periods of paragraphs (c)(1)
and (c)(2) of this section during which it is determined under 35
U.S.C. 156(d)(2)(B) by the Secretary of Health and Human
Services that applicant did not act with due diligence;

(iii) One-half the number of days remaining in the period
defined by paragraph (¢)(1) of this section after that period is
reduced in accordance with paragraphs (d)(1) (i) and (ii) of this
section; half days will be ignored for purposes of subtraction;

(2) By adding the number of days determined in paragraph
(d)(1) of this section to the original term of the patent as
shortened by any terninal disclaimer;

(3) By adding 14 years to the date of approval of the
application under section 515 of the Federal Food, Drug, and
Cosmetic Act or the date a product development protocol was
declared completed under section 515(£)(6) of the Act;

(4) By comparing the dates for the ends of the periods
obtained pursuant to paragraphs (d)(2) and (d)(3) of this section
with each other and selecting the earlier date;

(5) If the original patent was issued after September 24,
1984,

(i) By adding 5 years to the original expiration date of the
patent or earlier date set by terminal disclaimer; and

(ii) By comparing the dates obtained pursuant to para-
graphs (d)(4) and (d)(5)(i) of this section with each other and
selecting the carlier date;

(&) If the original patent was issued before September 24,
1984, and :

(ip If no clinical investigation on humans involving the
device was begun or no product development protocol was

Rev. 11, Apr. 1989

MANUAL OF PATENT EXAMINING PROCEDURE

submitted under section 515(f)(5) of the Federal Food, Drugand
Cosmetic Act before September 24, 1984, by --

(A) Adding 5 years to the original expiration date of the
patent or earlier date set by terminal disclaimer and

(B) By comparing the dates obtained pursuant to para-
graphs (d)(4) and (d)(6)(i)(A) of this section with each otherand
selecting the earlier date; or

(ii) If a clinical investigation on humans involving the

device was begun or a product development protocol was
submitted under section 515(£)(5) of the Federal Food, Drug,
and Cosmetic Act before September 24, 1984 and the commer-
cial marketing or use of the product was not approved before
September 24, 1984, by

(A) Adding 2 years to the original expiration date of the
patent or earlier date set by terminal disclaimer, and

(B) By comparing the dates obtained pursuant to para-
graphs (d)(4) and (d)(6)(ii)}(A) of this section with each other
and selecting the earlier date.

[Added 52 FR 9398, Mar. 24 1987, effective May 26, 1987}

§ 1.780 Certificate of extension of patent term.

If a determination is made pursuant to § 1.750 that a patent
is eligible for extension and that the term of the patent is to be
extended, a certificate of extension, under seal, will be issued to
the applicant for the extension of the patent term. Such certifi-
cate will be recorded in the official file of the patent and will be
considered as part of the original patent. Notification of the
issuance of the certificate of extension will be published in the
Official Gazette of the Patent and Trademark Office. No certifi-
cate of extension will be issued if the term of the patent cannot
be extended, even though the patent is otherwise determined to
be eligible for extension. In such situations the final determina-
tion made pursuant to § 1.750 will indicate that no certificate
will issue.

[Added 52 FR 9399, Mar. 24 1987, effective May 26, 1987]

§ 1.785 Multiple applications for extension of term of the
same patent or of different patents for the same
regulatory review period for a product.

(a) Only one patent may be extended for aregulatory review
period for any product (§ 1.720(g)). If more than one application
for extension of the same patent is filed, the certificate of
extension of patent term, if appropriate, will be issued based
upon the first filed application for extension.

(b) If more than one application for extension is filed by a
single applicant which seeks the extension of the term of two or
more patents based upon the same regulatory review period, and
the applications are otherwise eligible for extension pursuant to
the requirement of this subpart, the certificate of extension of
patent term, if appropriate, will be issued upon the application
for extension of the patent having the earliest date of issuance of
those patents for which extension is sought.

(c) If an application for extension is filed which seeks the
extension of the term of a patent based upon the same regulatory
review period as that relied upon in one or more applications for
extension pursuant to the requirements of this subpart, the
certificate of extension of patent term will be issued on the
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application only if -~

(1) The applicant for extension is the holder of the regula-
tory approval granted with respect to the regulatory review
period, or

(2) The holder of the regulatory approval granted with
respect to the regulatory review period is not an applicant and
the applicant for extension holds express and exclusive authori-
zation from the holder of the regulatory approval to rely upon
the regulatory review period as the basis for the application for
extension, or

(3) The holder of the regulatory approval granted with
respect to theregulatoryreview period is notan applicantand no
applicant for extension holds an express and exclusive authori-
zation from the holder of the regulatory approval to rely upon
the regulatory review period as the basis for the application for
extension and the application is for extension of the patent
having the earliest date of issuance of those patents for which
extension is sought based upon the same regulatory review
period.

(d) An application for extension shall be considered com-
plete and formal regardless of whether it contains the identifica-
tion of the holder of the regulatory approval granted with respect
tothe regulatory review period or express and exclusive authori-
zation from the holder of the regulatory approval to rely on the
regulatory teview period for extension. When an application
contains such information, or is amended to contain such
information, it will be considered in determining whether an
application is eligible for an extension under this section. A
request may be made of any applicant to supply such informa-
‘tion within a non-extendable period of not less than one (1)
month whenever multiple applications for extension of more
than one patent are received and rely upon the same regulatory
review period. Failure to provide such information within the
period for response set shall be regarded as conclusively estab-
lishing that the applicant is not the holder of the regulatory
approval and is not expressly and exclusively authorized by the
holder of the regulatory approval to seck the extension being
sought.

(e) Determinations made under this section shall be included
in the notice of final determination of eligibility for extension of
the patent term pursuant to § 1.750 and shall be regarded as part
of that determination.

{Added 52 FR 9399, Mar. 24 1987, effective May 26, 1987}

PART § - SECRECY OF CERTAIN
INVENTIONS AND LICENSES TO
EXPORT AND FILE APPLICATIONS
IN FOREIGN COUNTRIES

SECRECY ORDERS
Sec.
5.1 Defense inspection of certain applications.

.5.2 Secrecy order.

5.3 Prosecution of application under secrecy orders; withholding
v patent.
5.4 Petition for rescission of secrecy order
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5.5 Permit to disclose or medification of secrecy order
5.6 General and group permits.

5.7 Compensation.

5.8 Appeal to Secretary.

LICENSES FOR FOREIGN EXPORTING AND FILING

5.11 License for filing in a foreign country an application on an
invention made in the United States or for transmitting
international application.

5.12 Petition for license

5.13 Petition for license; no corresponding application.

5.14 Petition for license; corresponding U.S. application.

5.15 Scope of license.

5.16 Effect of secrecy order.

5.17 Who may use license.

5.18 Arms, ammunition, and implements of war.

5.19 Export of technical data.

5.20 Export of technical data relating to sensitive nuclear technology.

5.25 Petition for retroactive license.

GENERAL
531 Effect of modification, rescission or license.
5.32 Papers in English language.
5.33 Correspondence.

SECRECY ORDERS

§5.1 Defense inspection of certain applications.

(a) The provisions of this part shall apply to both national
and international applications filed in the Patent and Trademark
Office and, with respect to inventions made in the United States,
to applications filed in any foreign country or any international
authority other than the United States Receiving Office. The (1)
filing of a national or an international application in a foreign
country or with an international authority other than the United
States Receiving Office, or (2) transmittal of an international
application to a foreign agency or an international authority
other than the United States Receiving Office is considered tobe
a foreign filing within the meaning of Chapter 17 of Title 35,
United States Code.

(b) In accordance with the provisions of 35 U.S.C. 181,
patent applications containing subject matter the disclosure of
which might be detrimental to the national security are made
available for inspection by defense agencies as specified in said
section. Only applications obviously relating to national secu-
rity, and applications within fields indicated to the Patent and
Trademark Office by the defense agencies as so related, are
made available. The inspection will be made only by respon-
sible representatives authorized by the agency to review appli-
cations. Such representatives are required to sign a dated ac-
knowledgment of access accepting the condition that informa-
tion obtained from the inspection will be used for no purpose
other than the administration of 35 U.S.C. 181-188. Copies of
applications may be made available to such representatives for
inspection outside the Patent and Trademark Office under
conditions assuring that the confidentiality of the applications
will be maintained, including the conditions that: (1) All copies
will be returned to the Patent and Trademark Office promptly if
no secrecy order is imposed, or upon rescission of such order if
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one is imposed, and (2) no additional copies will be made by the
defense agencies. A record of the removal and retamn of copies
made available for defense inspection will be maintained by the
Patent and Trademark Office. Applications relating to atomic
energy are made available to the Department of Energy as
specified in § 1.14 of this chapter.

[43 FR 20470, May 11, 1978]

§5.2  Secrecy order.

(a) When notified by the chief officer of a defense agency
that publication or disclosure of the invention by the granting of
a patent would be detrimental to the national security, an order
that the invention be kept secret will be issued by the Commis-
sioner of Patents and Trademarks.

(b) The secrecy order is directed to the applicant, his succes-
sors, any and all assignees, and their legal representatives;
hereinafter designated as principals.

(c) A copy of the secrecy order will be forwarded to each
principal of record in the application and will be accompanied
by areceipt, identifying the particular principal, to be signed and
returried.

(d) The secrecy order is directed to the subject matter of the
application. Where any other application in which a secrecy
order-has not been issued discloses a significant part of the
subject matter of the application under secrecy order, the other
application and the common subject matter should be called to
the attention of the Patent and Trademark Office. Such anotice
may include any material such as would be urged in a petition
to rescind secrecy orders on either of the applications.

§ 5.3 Prosecution of application under secrecy orders;
withholding patent.

Unless specifically ordered otherwise, action onthe applica-
tion by the Office and prosecution by the applicant will proceed
during the time an application is under secrecy order to the point
indicated in this section:

(a) National applications under secrecy order which come to
a final rejection must be appealed or otherwise prosecuted to
avoid abandonment. Appeals in such cases must be completed
by the applicant but unless otherwise specifically ordered by the
Commissioner will not be set for hearing until the secrecy order
is removed.

(b) An interference will not be declared involving national
applications under secrecy order. However, if an applicant
whose application is under secrecy order seeks to provoke an
interference with an issued patent, a notice of that fact will be
placed in the file wrapper of the patent. (See § 1.607(d).

(c) When the national application is found to be in condition
for allowance except for the secrecy order the applicant and the
agency which caused the secrecy order to be issued will be
notified. This notice (which is not a notice of allowance under
§ 1.311 of this chapter) does not require response by the
applicant and places the national application in a condition of
suspension until the secrecy orderis removed. When the secrecy
order,is removed the Patent and Trademark Office will issue a
notice of allowance under § 1.311 of this chapter, or take such
other action as may then be warranted

Rev. 11, Apr. 1989

MANUAL OF PATENT EXAMINING PROCEDURE

(d) International applications under secrecy order will notbe
mailed, delivered or otherwise transmitted to the intemational
authorities or the applicant. International applications under
secrecy order will be processed up to the point where, if it were
not for the secrecy order, record and search copies would be
transmitted to the international authorities or the applicant.

{43 FR 20470, May 11, 1978; amended 43 FR 28479, June 30,
1978; para. (b) amended 53 FR 23736, June 23, 1988, effective Sept.

12, 1988]

§ 5.4 Petition for rescission of secrecy erder.

(a) A petition for rescission or removal of a secrecy order
may be filed by , or on behalf of, any principal affected thereby.
Such petition may be in letter form, and it must be in duplicate.
The petition must be accompanied by one copy of the applica-
tion or an order for the same, unless a showing is made that such
a copy has already been furnished to the department or agency
which caused the secrecy order to be issued.

(b) The petition must recite any and all facts that purport to
render the order ineffectual or futile if this is the basis of the
petition. When prior publications or patents are alleged the
petition must give complete data as to such publications or
patents and should be accompanied by copies thereof.

(c) The petition must identify any contract between the Gov-
ernment and any of the principals, under which the subject
matter of the application or any significant part thereof was
developed, or to which the subject matter is otherwise related.
If there is no such contract, the petition must so state.

(d) Unless based upon facts of public record, the petition
must be verified.

§ 5.5 Permit to disciose or modification of secrecy
order.

(a) Consent to disclosure, or to the filing of an application
abroad, as provided in 35 U.S.C. 182, shall be made by a
“permit” or “modification” of the secrecy order.

(b) Petitions for a permit or modification must fully recite
the reason or purpose for the proposed disclosure. Where any
proposed disclosee is known to be cleared by a defense agency
to receive classified information, adequate explanation of such
clearance should be made in the petition including the name of
the agency or department granting the clearance and the date and
degree thereof. The petition must be filed in duplicate and be
accompanied by one copy of the application or an order for the
same, unless a showing is made that such a copy has already
been furnished to the department or agency which caused the
secrecy order to be issued.

(c) In a petition for modification of a secrecy order to permit
filing abroad, all countries in which it is proposed to file must be
made known, as well as all attorneys, agents and others to whom
the material will be consigned prior to being lodged in the
foreign patent office. The petition should include a statement
vouching for the loyalty and integrity of the proposed disclosees
and where their clearance status in this or the foreign country is
known all details should be given.

(d) Consent to the disclosure of subject matter from one
application under secrecy order may be deemed to be consent to

R-94




PATENT RULES

the disclosure of common subject matter in other applications
under secrecy order so long as not taken out of context in a
manner disclosing material beyond the modification granted in
the first application.

(e) The permit or modification may contain conditions and
limitations.

§ 5.6 General and group permits.

(a) Organizations requiring consent for disclosure of appli-
cations under secrecy order to persons or organizations in con-
nection with repeated routine operation may petition for such
consent in the form of a general permit. To be successful such
petitions must ordinarily recite the security clearance status of
the disclosees as sufficient for the highest classification of
material that may be involved.

(o) Where identical disclosees and circumstances are in-
volved, and consent is desired for the disclosure of each of a
specific list of applications, the petitions may be joined.

§ 5.7 Compensation.
Any request for compensation as providedin 35 U.S.C. 183
* must not be made to the Patent and Trademark Office but should
be made directly to the department or agency which caused the
secrecy order to be issued. Upon written request persons having
—aright tosuch information will be informed as to the department
or agency which caused the secrecy order to be issued.

§ 5.8 Appeal to Secretary.
_ Appeal to the Secretary of Commerce, as provided by 35
~U.S.C.181, from a secrecy order cannot be taken until after a
petition for rescission of the secrecy order has been made and
denied. Appeal must be taken within 60 days from the date of the
denial, and the party appealing, as well as the department or
agency which caused the order to be issued will be notified of the
time and place of hearing. The appeal will be heard and decided
by the Secretary or such officer or officers as he may designate.

LICENSES FOR FOREIGN EXPORTING AND FILING

§ 5.11 License for filing in a foreign country an
application on an invention made in the United
States or for transmitting international
application. .

(a) A license from the Commissioner of Patents and Trade-
marks under 35 U.S.C. 184 is required before filing any appli-
cation for patent or for the registration of a utility model,
industrial design, or model, in a foreign country or in a foreign
patent office or any intemnational agency other than the United
States Receiving Office if:

(1) An application on the invention has been filed in the
United States less than six months prior to the date on which the
application is to be filed, or

(2) No application on the invention has been filed in the
United States.

() The license from the Commissioner of Patents and
Trademarks referred to in paragraph (a) would also authorize
the export of technical data abroad for purposes relating to the
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preparation, filing or possible filing and prosecution of aforeign
patent application without separately complying with the regu-
lations contained in 22 CFR Parts 121 through 130 (Intema-
tional Traffic in Arms Regulations of the Deparument of Siate),
15 CFR Part 379 (Regulations of the Office of Export Admini-
stration, International Trade Administration, Department of
Commerce) and1Q CFR Part 810 (Foreign Atomic Energy
Programs of the Department of Energy).

(c) Where technical data in the form of a patent application,
or in any form, is being exported for purposes related to the
preparation, filing or possible filing and prosecution of aforeign
patent application, without the license from the Commissioner
of Patents and Trademarks referred to in paragraphs (a) or (b) of
thissection, or on an invention not made in the United States, the
export regulations contained in 22 CFR Parts 121 through 130
((Internaticnal Traffic in Arms Regulations of the Department
of State), 15 CFR Part 379 (Regulations of the Office of Export
Administration, International Trade Administration, Depari-
ment of Commerce) and10 CFR Part 810 (Foreign Atomic En-
ergy Programs of the Department of Energy) must be complied
with unless a license is not required because a United States
application was on file at the time of export for at least six
months without a secrecy order under § 5.2 being placed
thereon. The term “"exported” means export asitis definedin 22
CFR Parts 121 through 130, 15 CFR Parts 379 and 10 CFR Part
810.

(d) If a secrecy order has been issued under § 5.2, an appli-
cation cannot be exported to, or filed in, a foreign country (in-
cluding an international agency in a foreign country), except in
accordance with § 5.5.

(e) No license pursuant to paragraph (a) of this section is
required if:

(1) The invention was not made in the United States, or

(2) The United States application is not subject to a secrecy
order under § 5.2, and was filed at least six months prior to the
date on which the application is filed in a foreign country.

(f)A license pursuant to paragraph (a) of this section can be
revoked at any time upon written notification by the Patent and
Trademark Office. An authorization to file a foreign patent
application resulting from the passage of six months from the
date of filing of a United States patent application may be
revoked by the imposition of a secrecy order.

[49 FR 13461, Apr. 4, 1984..]

§5.12 Petition for license.

(a) Filing of an application for patent for inventions made in
the United States will he considered to include a petition for
license under 35 U.S.C. 184 for the subject matter of the appli-
cation. The filing receipt will indicate if a license is granted. If
the initial antomatic petition is not granted, a subsequent peti-
tion may be filed under paragraph (b) of this section.

(b) Petitions for license should be presented in letter form
and must include the required fee (§ 1.17(h)). If expedited
handling of the petition is also sought, the petitioner’s address,
and full instructions for delivery of the requested license when
itis to be delivered to other than the petitioner.

[48 FR 2714, Jan. 20, 1983; amended 49 FR 13462, Apr. 4, 1984.]
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§ 5.13 Petition for license; no corresponding
application.

If no corresponding national or international application has
been filed in the United States, the petition for license under §
5.12(b) must be accompanied by the required fee (§ 1.17(h)), if
expedited handling of the petition is sought, and a legible copy
of the material upon which license is desired. This copy will be
retained as ameasure of the license granted. Forassistance in the
identification of the subject matter of each license so issued, it
is suggested that the petition be submitted in duplicate and
provide a title and other description of the material. The dupli-
cate copy of the petition will be returned with the license or other

action on the petition.
[43 FR 20471, May 11, 1978; 49 FR 13462, Apr. 4, 1984.]

§ 5.14 Petition for license; corresponding U.S.
application.

(a) Where there is acorresponding United States application
on file, a petition for license under § 5.12(b) must include the
required fee (§ 1.17(h)), if expedited handling of the petition is
also sought, and must identify this application by serial number,
filing date, inventor, and title, and a copy of the material upon
which the license is desired is not required. The subject matter
licensed will be measured by the disclosure of the United States
application. Where the title is not descriptive, and the subject
matter is clearly of no interest from a security standpoint, time
may be saved by a short statement in the petition as to the nature
of the invention.

(&) Two or more United States applications should not be
referred to in the same petition for license unless they are to be
combined in the foreign or international application, in which
event the petition should so state and the identification of each
United States application should be in separate paragraphs.

(c) Where the application to be filed or exported abroad con-
tains matter not disclosed in the United States application or ap-
plications, including the case where the combining of two or
more United States applications introduces subject matter not
disclosed in any of them, a copy of the application as it is to be
filed in the foreign country or international application which is
tobe transmitted to a foreign international or national agency for
filing in the Receiving Office, must be furnished with the peti-
tion. If, however, all new matter in the foreign or international
application to be filed is readily identifiable, the new matter may
be submitted in detail and the remainder by reference to the
pertinent United States application or applications.

[43 FR 20471, May 11, 1978; 49 FR 13462, Apr. 4, 1984]

§ 5.15 Scope of license.

(a) Grant of a license under § 5.12(a) authorizes the export
and filing of an application in a foreign country or the transmit-
ting of an international application to any foreign patent agency
or international patent agency when the subject matter of the
foreign or international application corresponds to that of the
domestic application. This license includes authority

(1) To export and file all duplicate and formal papers to the
foreign country or international agencies;
(2) To make amendments, modifications and suppiements,
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including divisions, changes or supporting matter consisting of
the illustration, exemplification, comparison, or explanation of
subject matter disclosed in the application;

(3) To take any action in the prosecution of the foreign or
international application; and

(4)To add subject matter or take any action under para-
graphs (a)(1) through (3) of this section which does not change
the general nature of the subject matter disclosed at the time of
filing, unless the subject matter added involves technical data
pertaining to:

(i) Defense services or articles designated in the United
States Munitions List applicable at the time of foreign filing, the
unlicensed exportation of which is prohibited pursuant to the
Arms Export Control Act, as amended, and 22 CFR Parts 121
through 130; or

(ii) Restricted Data, sensitive nuclear technology or tech-
nology useful in the production or utilization of special nuclear
material or atomic energy, the dissemination of which is subject
to restrictions of the Atomic¢ Energy Act of 1954, as amended,
and the Nuclear Non-Proliferation Act of 1978, as implemented
by the regulations for Unclassified Activities in Foreign Atomic
Energy Programs, 10 CFR Part 810, in effect at the time of
foreign filing.

(b) Grant of license under § 5.12(b) authorizes the export
and filing of an application in a foreign country or the transmit-
ting of an international application to any foreign patent agency
or international patent agency. Further, this license includes au-
thority to forward all duplicate and formal papers to the foreign
patent agency or international patent agency and to make
amendmenis, modifications or supplements to and take any
action in the prosecution of the foreign or international applica-
tion, provided subject matter additional to that covered by the
license is nor involved.

(c) A license granted under § 5.12(b) pursuant to § 5.13 or
§ 5.14 shall have the scope indicated in paragraph (a) of this
section, if it is so specified in the license. A petition, accompa-
nied by the required fee (§ 1.17(h)), may also be filed to change
a license having the scope indicated in paragraph (b) of this
section to a license having the scope indicated in paragraph (a)
of this section. The change in the scope of a license will be as of
the date of the grant of the change in scope.

(d) Inthose cases in which no license is required to file the
foreign application or transmit the international application, no
license is required to file papers in connection with the prosecu-
tion of the foreign or international application not involving the
disclosure of additional subject matter.

(e) Any paper filed abroad or transmitted to an international
patent agency following the filing of a foreign or international
application which changes the general nature of the subject
matter disclosed at the time of filing or which involves the
disclosure of subject matter listed in paragraphs (a)(4)(i) or (ii)
of this section must be separately licensed in the same manner
as a foreign or international application. Further, if no license
has been granted under § 5.12(a) on filing the corresponding
United States application, any paper filed abroad or with an
international patent agency which involves the disclosure of ad-
ditional subject matter must be licensed in the same manner as
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a foreign or international application.

(f) Licenses separately granted in connection with two or
more United States applications may be exercised by combining
or dividing the disclosures, as desired, provided:

(1) Subject matter which changes the general nature of the
subject matter disclosed at the time of filing or which involves
subject matter listed in paragraphs (a)(4) (i) or (ii) of this section
is not introduced and,

(2) Inthe case where at least one of the licenses was obtained
under § 5.12(b), additional subject matter is not introduced.

(g) A license does not apply to acts done before the license
was granted. See § 5.25 for petitions for retroactive licenses.

[49 FR 13462, Apr. 4, 1984.]

§ 516 Effect of secrecy order.

Any license obtained under 35 U.S.C. 184 is ineffective if
the subject matter is under a secrecy order, and a secrecy order
prohibits the exercise of or any further action under the license
unless separately specifically authcrized by a modification of
the secrecy order in accordance with § 5.5.

‘§ 5.17 Who may use license.
Licenses may be used by anyone interested in the export,
foreign filing, or international transmittal for or on behalf of the
~inventor or the inventor’s assigns.
[49 FR 13463, Apr. 4, 1984.]

§ 518 Arms, ammunition, and implements of war.
(a) The exportation of technical datarelating to arms, ammu-
~pition, and implements of war generally is subject to the Inter-
national Traffic in Arms Regulations of the Department of State
(22 CFR Parts 121 through 128); the articles designated as arms,
ammunition, and implements of war are enumerated in the U.S.
Munitions List, 22 CFR 121.01. However, if a patent applicant
complies with regulations issued by the Commissioner of Pat-
ents and Trademarks under 35 U.S.C. 184, no separate approval
from the Department of State is required unless the applicant
seeks to export technical data exceeding that used to support a
patent application in a foreign country. This exemption from
Department of State regulations is applicable regardless of
whether a license from the Commissioner is required by the
provisions of §8 5.11 and 5.15 (22 CFR 125.04(b), 125.20(b)).
(b) When a patent application containing subject matter on
the Munitions List (22 CFR 121.01) is subject to a secrecy order
under § 5.2 and a petition is made under § 5.5 for a modification
of the secrecy order to permit filing abroad, a separate request
to the Department of State for authority to export classified in-
formation is not required (22 CFR 125.05(d)).
[35 FR 6430. Apr. 22, 1970.]

§ 5.19 Export of technical data.

(a) Under regulations (15 CFR 370.10(j)) established by the
U.S. Department of Commerce, International Trade Admini-
stration, Office of Export Administration, a validated export
license is not required in any case to file a patent application or
part thereof in a foreign country if the foreign filing is in
agcordance with the regulations (37 CFR 5.11-5.23) of the
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Patent and Trademark Office.

(b} A validated export license is not required for data con-
tained in a patent application prepared wholly from foreign-
origin technical data where such application is being sent to the
foreign inventor to be executed and returned to the United States
for subsequent filing in the U.S. Patent and Trademark Office
(15 CFR 379.3(c)).

(c) Inquiries conceming the export control regulations for
the foreign filing of technical data other than patent applications
should be made to the Office of Export Administration, Interna-
tional Trade Administration, Department of Commerce, Wash-
ington, D.C. 20230.

[45 FR 72654, Nov. 3, 1980.]

§ 520 Export of technical data relating to sensitive
nuclear technology.

(a) Under regulations (10 CFR 810.7) established by the
United States Department of Energy, an application filed in
accordance with the regulations (37 CFR 5.11 through 5.33) of
the United States Patent and Trademark Office and eligible for
foreign filing under 35U.S.C. 184, is considered to be informa-
tion available to the public in published form and a generally
authorized activity for the purposes of the Department of
Energy regulations.

(b) Inquiries concerning the export of sensitive nuclear tech-
nology other than related to the filing or prosecution of a foreign
patent application should be made to the Attention: Secretary,
United States Department of Energy, Office of International
Security Affairs, Washington, D.C. 20858.

[49 FR 13463, Apr. 4, 1984.]

§ 525 Petition for retroactive license
(a) A petition of retroactive license under 35 U.S.C. 184

shall be presented in accordance with § 5.13 or § 5.14, and shalt
include:

(1) A listing of the foreign countries in which the patent
application material was filed,

(2) The dates on which the material was filed,

(3) A verified statement containing:

(i) An averment that the subject matter in question was not
under a secrecy order at the time it was filed abroad, and that it
is not currently under a sececy order.

(ii) A showing that the license has been diligently sought
after discovery of the proscribed foreign filing, and

(iii) An explanation of why the material was inadvertently
filed abroad without the required license under § 5.11 first
havingbeen obtained, and

(4) The required fee (§ 1.17(h)).

The above explanation must include a showing of facts rather
than a mere allegation of inadvertance. The showing of facts
should include statements by those persons having personal
knowledge of the acts regarding filing in a foreign country and
should be accompanied by copies of any necessary supporting
documents such as letters of transmittal or instructions for
filing. The acts which are alleged to constitute inadvertence
should cover the period from the time of filing until actual filing
of the petition under this section.
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(b) If a petition for a retroactive license is denied, a time
period of not less than thirty days shall be set, during which the
petition may be renewed. Failure torenew the petition within the
set time period will result in a final denial of the petition. A final
denial of a petition stands unless a petition is filed under § 1.181
within two months of the date of the denial. If the petition for a
retroactive license is denied with respect to the invention of a
pending application and no petition under § 1.181 hasbeen filed,
a final rejection of the application under 35 U.S.C. 185 will be
made

(c) The granting of a retroactive license does not excuse any
violation of the export regulations contained in 22 CFR Parts
121 through 130 (International Traffic in Arms Regulations of
the Department of State), 15 CFR Part 379 (Regulations of
Office of Export Administration, International Trade Admini-
stration, Department of Commerce) and 10 CFR Part 810
(Foreign Atomic Energy Programs of the Department of En-
ergy) which may have occurred because of the failure to obtain
an appropriate license prior to export.

[49‘ FR 13463, Apr. 4, 1984.]

GENERAL

§ 5.31= Effect of modification, rescission or license.

Any consent, rescission or license under the provisions of this
part does not lessen the responsibilities of the principals in
respect to any Government contract or the requirements of any
other Government agency.

[24 FR 10381, Dec. 22, 1959; Redesignated at 49 FR 13463, Apr.
4,1984.]

§ 5.32 Papers in English language.

All papers submitted in connection with petitions must be in
the English language, or be accompanied by an English transla-
tion and a translator s certificate as to the true, faithful and exact
character of the translation.

[24 FR 10381, Dec. 22, 1959; Redesignated at 49 FR 13463, Apr.
4,1984.}

§ 5.33 Correspondence.

All correspondence in connection with this part, including
petitions, should be addressed to “Commissioner of Patents and
Trademarks (Attention Licensing and Review), Washington,
D.C. 20231.”

[49 FR 13463, Apr. 4, 1984.]

PART 7 - REGISTER OF GOVERNMENT
INTERESTS IN PATENTS

Sec.
7.1 Requirements.
7.2 Assignments.
7.3 Licenses.
7.4 Abbreviated copy.
7.5 Instruments already on record.
7.6 Access to register
79 Secret register.
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7.1 Requirements.

Executive order 9424 (3 CFR 1943-1948 Comp.) requires the
several departments and other executive agencies of the Gov-
ernment, including Government-owned or Government con-
trolied corporations, to forward promptly to the Commissioner
of Patents and Trademarks for recording all licenses, assign-
ments, or other interests of the Government in or under patents
or applications for patents.

7.2 Assignments.

The original of an assignment or other instrument which
conveys to the Government only the title to a patent or to an
application for patent shall be forwarded to the Commissioner
of Patents and Trademarks. The instrument will be recorded,
endorsed, and returned.

7.3 Licenses.

A copy of any license or instument other than an assignment
which conveys to or gives the Government any interest in or
under a patent or an application for patent shall be forwarded for
recording. The copy will be retained by the Patent and Trade-
mark Office but, when desired, the original will be endorsed and
returned.

7.4 Abbreviated copy.

If an instrument deals with matters in addition to rights and
interestsin patents or in applications for patents, orininventions
disclosed therein, a copy of only those portions of the instrument
dealing with such rights and interests need be forwarded. Insuch
case, a statement giving the general nature of the entire instru-
ment, the parties involved, the date of the instrument, the place
where itis usually filed, and any docket or identifying number,
must be attached to the copy.

7.5 Instruments already on record.

Instruments which have been recorded prior to the adoption
of §§7.1to0 7.7 and are on the general assignment records of the
Patent and Trademark Office need not be forwarded for record-

ing.

7.6 Access to register

The register will not be open to public inspection. It will be
available for examination and inspection by duly authorized
representatives of the Government, subject to the provisions of
§ 7.7. Public examination will be restricted to those instruments
which the department or agency or origin has so authorized in
writing.

7.7 Secret register.

Any instrument to be recorded will be placed on a secret
record or register at the request of the department or agency
submitting the same. No information will be given concerning
any instrument in such record or register, and no examination or
inspection thereof or of the index thereto will be permitted,
except on the written authority of the head of the department or
agency which submitted the instrument and requested secrecy,
and the approval of such authority by the Commissioner of
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Patents and Trademarks. No instrument or record other than the
one specified may be examined, and the examination must take
place in the presence of a designated official of the Patent and
Trademark Office. When the department or agency which

}!

§7.7
submitted an instrument no longer requires secrecy with

respect to that instrument, it will be recorded or regis-
tered anew in the appropriate part of the register which
is not secret.
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Administrator or executor, May make application and receive To preliminary statement in interference ..........ceceevneeeneenes 1.628

11 1| SO U 1.42 To reissues....... . 1.173,1.174
" Proof of QUIROLILY eeeuveeireccitiinineicsteninr st san e 1.44 To save from aba.ndonment 1.135

"Admission to practice (See Attorneys and agents.) Appeal to Board of Patent Appeals and Interferences:

Affidavit (see also Oath in patent applications): Action following decision .........ccecvueeeee 1.197
After appeal ... st ases 1.195 Affidavits after appeal .........cccccevinrunnee 1.195
In support of application for reissue ......c.eovceeeeneees e 1,175 7573
To overcome cited patent or publication...........ceceuevevrvvsnnnee 1.131 Decision by Board
Traversing grounds of Tejection ......c.ceeiereivmnencernciscnssennn, 1.132 Examiner’s answer ....

Agents. (See Artomeys and agents.) Fees .cvvereninnnsninens

Allowance and issue of patent: Hearing of ...oeiicrinntiiencnnenss s sesansesasessssssssssenssns 1.194
Amendment after allOWanCe ......ccuveveieiniinineisssesssesesssnsenes 1.312 New grounds for refusing & patent ..........covvvesnenmssssenccsasssenes 1.196
Traversing grounds Of TEJECHON .ccevocriereareserseseernerssnsssssasans 1.312 ReNEATINgG wovicmmssssnesmmse e seasmnssansssanssnessasss
Delayed payment of issue fee .......oveervenivesnsesesnesennans 1.316, 1.317 Reopening after decision.......

Delivery of patent .1.315 Reply brief.........ocsmnmineniscosesssnmmrsnse s sonesssenssansessnsssssssnsess 1.193
Forfeited applictiOn ......ccvceceivemeinmsisesnesesessnersnsencsssesans 1316 Requirements of ......cccinviciiininnninininan 1.191
Issuance of patent ...1.314 Statement of grounds for rejecting, by Board of Appeals...1.196
Notice of allowance ........... 1.311, 1.313 Time periods 1.191
Patent to issue upon payment of issue fee..........c..... 1.311,1.314 Appeal to Court of Appeals for the Federal Circuit:

Patent to lapse if issue fee is not paid in full.......ccoceuennnce 1.317 Fee provided by rules of court 13061
Patent withheld for nonpayment of issue fee ........covevevennnne 1.316 From Board of Patent Appeals and Interferences .......cccenun. 1.301
Reasons fOr....ummiinimiiim s, 1.109 Notice and reasons of 8PPeal ........coeecrmmseeervenesmnsmmmsessosenssenee 1.302
Withdrawal fTom iSSUE .....coccceemrissiscsmsensscssssessnssacsossaeneassenss 1.313 TIME fOT i s ssenens 1.302,1.304

Allowed claims statement of grounds for rejecting by Board Applicant for patent . crerreressertsanessasans e naransasvassenee 141-1.48
of Patent Appeals and Interferences .......ovevevirensessesenne 1.196 Change “ 1.48

Amendment: ' Deceased or insane inventor 142,143
Adding or substituting claims .......coccecssennee 1.119 Executor or administrator.. 142
After appeal .....covervennnes 1.116 Informed of serial number of application ..........vrserveemrerenac 1.55
After decision on appeal, based on new rejection Joint changed to SOIe ..vvvevereerenrenrsvens 1.48

of Board of Patent Appeals and Interferences ................ 1.196 Letters for, sent to attorney or agent .... 1.33

After final aCHON ....ccvirervirsererserennerne s serssssass 1.116 May be represented by an attorney or agent ......oeevvereeeennnns 1.31

. After notice of alloWance .......evevvmerisssnminsimne. 1.312 Personal attendance unnecessary 1.2

+ By patent owner ...... 1.530 Required to conduct business with decorum and courtesy ...... 1.3
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(Applicant for patent:) (Assignee:)
Required to report assistance received ....u.muenmomeessmeeres 1.33 If of undivided part interest, must assent to application for
Sole changed to joint . e 1,48 reissue of patent 1171, 1.172
Sole changed to another sole.. cervesnannsnnnee 1,48 If of undivided part interest, patent may issue jointy wuawe 146
Application for patent (see also Abandoned applications, Claims, May conduct prosecution of application 132
Drawing, Examination of application, Reissues, Specification): May take action in interference 1.643
Accepted and filed for examination only when complete......1.53 Patent will issue to, if assignment is recorded before payment
Access 10 ..... 1.14 of issue fee 1.334
Acknowledgement of filing ...... 1.54 Assignments and recording:
Alteration after execu.ion forbidden 1.56 Abstracts of title, fee for 1.19(b)
Alteration before execution 1.52 Conditional assignments 1333
Arrangement ......cceienees 1.77 Date of receipt is date of record 1332
Continuation or division, reexecution not required ...... 1.60, 1.62 Fees 1.21(h)
Copies of, furnished to applicants 1.59 If recorded before payment of issue fee, patent will issue
Cross-references of related appliCations ........smssscsicnsces 1.78 to assignee 1.334
Deceased or insane inventor 1.42,1.43 Must be recorded in Patent and Trademark Office to issue
Declaration 1.68 patent to assignee 1334
Duty of disclosure 1.56 Orders for copies of ., 1.12
Execution in blank forbidden ........cososisusesnenssasrnse 1.56 Patent may issue to assignee .... 1.334
File Wrapper Continuing application .. 1.62 Receipt of, acknowledged ........ “ 1.332
Filed by other than inventor 142,143,147 Recorded in regular order and returned : 1.332
Filing date 1.53 Recording of assignments ..... e 1.331
Foreign language oath or declaration .........cccesscereeseenscrnsncness 1.69 Records open to public inspection .......cccvevenenee 1.12
Formulas and tables .......cniecvonnsnnsnsessnnnecnsssensiniens 1.58 Should identify patent or application ......cceessercvecesecernsass 1.331
General requisites 1.51 What will be accepted for recording .........cocececcueneee 1331
Identifieation required in letters COTNCEITUNE ..vcverrernsacnrsesarens 1.5 Atomic energy applications reported to Department of Energy 1.14
Improper applications 1.56 Attorneys and agents:
Incomplete papers not accepted and filed for examination....1.53 Acting in representative Capacity ........ocoivcvneoreenconeces 133,134
Interlineations, etc., to be indicated 1.52 AQVETLISING .cceerccrecieenensrerarsesasssensserassssnssesssssssnssresessensas 1032
Language, paper, writing, margin 1.52 Agents, TeZISITAtION Of .......occecremvecseesersesssansensasassuesensnasnsces 10.6(b)
Later filing of oath and filing fee 153 Assignment will not operate as a revocation of power .......... 1.36
Must be made by actual inventor, with exceptions ....... 1.41, 146 ASSOCIALE cuvuvrsiiriesseniietirr ettt s s s s sasas b srsrnes 134 .
Names of all inventors required 141,153 Attorneys at law, registration of ........ccccececeveecreccrncersreneneas 10.6(a) 4
New, after abandonment, may use old drawings ........ceeeeevens 1.88 Certificate of 200d STANAING «..ocrvereuearrarerrcncararracasrasacasssans 1.21(a)
Non-English language .......c.cocenevirccnneerennneiannns .. 1.52 Code of professional responsibility
Owned by GOVEITUTIENLE .....cveeersearrscorcassnsassnsonasnans .1.103 Committee on Enrollment ......c.vecevseesesrrescsnee
Papers having filing date not to be returned .......cccceeeeneseences 1.59 Fee on admiSSION ....ccvrieccreniniesnsnsntsesesessessesnsssssassnonesnen 1.21(a)
Parts filed separately ......cccccerccnisnrinrecnsisscnsensanesissorsesseacses 1.54 Foreign patent attomeys and agems registration of .......... 10.6(c)
Parts of application desirably filed together .........cocecoreenerenes 154 Former examiners, registration of ........cccoceeseeriesnesnes «..10.6(e)
Parts of complete application .........cveverimescnsesense ..1.51 General powers not 1ecOgNIZed ......ccvecrnreesrasessesesersnnsassansans 134
Patent open for iNSPECtion ........cceevcirsranecstnserssnscsessasnesesne 1.11 Govemment officers and employees as...u.ceevennrcennersanenas 10.6(d)
Processing fEes .......ovunmmcmsusrnnescsssnsnnrsssssnsnssenssssssesmsss s sases 1.17 Limited reCOBNItION ..veie i s emesisesae st s srssssesesnssansens 10.9
Relating 10 atOMIC ENEIZY ..cererererermerssesermsmsaronraersasssassassssaneaes 1.14 Must be refused recognition for misconduct......c.coumsirsnsnans 10.15
Reservation for future application not permitted .......coceneseees 1.79 QOath and registration fee ... s 10.3
Retention fee... vevetennerersareintessarerese e nseennensnasares 1.53(d) Office cannot aid in selection of .........cccvcvenren T ] |
SECTECY OTdEr ....ccucvcrerceecaenrcrinenenrernneenns 5.1-5.8 Personal interviews with eXaminers ... vsenvsesisessensnne 1.133
Secret while pending ........cccovnucrvseenrnensinerecnnane 1.14 Persons not registered or reCOgMIZed .....uvvuversrsnmseesiensens 10.10
Serial number and filing date 1.54 Power of attorney or authorization of agent.........oceeveveerensenens 134
Stricken from the files for irregularities .......c.coeveecrnsercennnenes 1.56 Professional CONAUCL .......cccveeereneesenenancinnsesinensnerssncssesnns 10.20
Tables and formulas .......cccceeervereee. 1.58 Registration of attorneys and agents ........oecesesveresssrenrsessennnas 10.6
To contain but one invention unless connected .........ccvvcvrens 1.141 Removing names from registers .......ccovmieraincrssssensssasasanses 10.11
To whom made.......ccrvcenmevecccninecnmrssrisesen e s sesenne ..1.51 Representative Capacity .......eeeeeisensisiecnnsssmenessesencnes 133,134
Two or more by same party with conflicting claims .....c....... 1.78 Representing conflicting parties ........ecouvweeeestersererravsessrencese 1.613
Use of old drawing in new application ........eewescrersessncsces 1.88 Required to conduct business with decorum and courtesy ......1.3
APPHCAtION NUIMDET «.cvuvuirersrsrenisissmsesmsmssessssssessorsismsensensassererses 1.5(a) Requirements for registration..........cce...... 107
Arbitration award filing .........cccevveemrrsnecseresnsececsasesessnersesersaseens 1.335 Revocation of POWET w.ucviisinessnmsessserenssesessssasnens ..1.36
Arbitration in interference..........ceeu 1.690 Signature and certificate of aOIMEY ......cvcerrrniecrecsmcersenrerens 10.18
Assignee: Suspension or disbarment proceedings .......ccceeeree 10.130-10.170
Correspondence held with assignee of entire interest .....c...... 133 Who may act as ........ - 10.40
If of entire interest, patent may issue to hif .oeeverenvere 1.46, 1334 Withdrawal of .136
If of undivided part interest, correspondence will be held Authorization of agents. (See Attorneys and agents).
With IVENOT «vueccvrerersisisssssnssnssssssssssssssusanssssensesenesssnsseses 133 Award in arbitration 1.335
Rev. 11, Apr. 1989 R-102
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B
Balance in deposit 8CCOUNL winirmmmersesmmimensnrmrmesmrme 1.25
Basic filiNg fEE ..ivmrvrrsrerssmenninrseressmesnssmenseseesessnsens 1.16
Benefit of earlier appliCation ... vaernsiesenenmnsessenmrsnsesesseans 1.78

Bill in equity (See Civil action.)
Board of Appeals. (See Appeal to Board of Patent Appeals and
Interferences.)

BOX FWC ..iieeirrreeressesssssnnisessessenssmsssssssssssssnesenssnss 1.1(b), 1.62
BOX PCT ettt ismnsssessssissssssisssssssssssssass 1.1(b)
BOX REEXAM ..o stereenstnsestsstssssssasssnsnsassaassasnes 1.1(c)
Briefs:
At final hearing in interference .........ccevcsscnesencnseenens 1.656
In petitions to Commissioner
On appeal to Board ........cociivmncnsnesrisnesnsnennonsescsssssens 1.192
Business to be conducted with decorum and courtesy .........ueeui 13
Business to be transacted in WIHNE «.c..oceceecmrerenstssmesesnssssneasassns 1.2
C
Certificate Of COITECTION .uuiivrevsncerrrersnrersarscssressenssesssanes 1.322,1.323
Mistakes not corrected ... ssnseeeres 1325
Certificate of mailing .......... e bnes ..1.8
DR 25 ¢5; (<TI0 1 T ) RPN 1.10
Certificate, ReeXamination ... ienmnnesssisiensasssonss 1.570
Certified copies of records, papers, €lC. .....ccvveriveiennissesnesenns 1.13
Fee for CertifiCation ......c.cecerereeesesseensmseesmmserseesesarsnesas 1.19(b)
€hemical and mathematical formulas and tables..........cccoceceens 1.58
Citation of prior art in Patent........coceeceermseesennsessisrsssesssasasees 1.501
Citation of references ........ocevinsciries s sneses 1.107
CiVil BCLOM weieecccrnscsessissesacsnesesarentsasssonssnsassiser saessosene 1.303, 1.304
Claims (see also Examination of applications):
“ - AMENndmENt Of ......cc.ceieceercererrnrcsessesnerassesseestesscarsnessesasssnens 1.119
= Conflicting, same appliCant Or OWIIET ......cveeeeerccnrerrseans 1.78
Date of INVention of ......cccccvemcniciricsnnmeisenencscnassesrens 1.110
Dependent ...t 1.75
May be in dependent form ......cccveeeeevunncecrcannne 1.75
More than one permitted .......oooveerenveririncnnieinisssesnssssrecsense 1.75
Multiple dependent .......ccoeecconninccninennsinessnesesees 1.75
Must conform 1o invention and specification ........cecsvreeree 1.75
Notice of Tejection Of .......ccvvervrciimcssienseenenessssnsse 1.104
Numbering of ......c.coceevirnicsrneesccc e 1.126
Part of complete appliCalion .........cceosrssmunameisssesmsesssesenenss 1.51
Plant patent........cccvcvvnnnnenninisnens 1.164
ReJeCtOn Of ...covciiiniieniiinssinienssssncisnsessessssssncsinens 1.106
ReqUired .....ccourvvecmnurcmnrcmnmsmrmnnsnneesesssnesssseassssssssnssnsnsons 1.75
Twice or finally rejected before appeal.........couevevvrrnssernnnens 1.19]
COlOT ATAWING ...cevernmrererersecnnsesrssssesinssemesiasseresassrsaesenasasesees 1.84(p)
Commissioner of Patents and Trademarks (see also Petition to
Commissioner):
Address of ... 1.1
All communications to Patent and Trademark Office to be
E:T 161 11T I 1 YRR 1.1
Cases decided by Board reopened only by
Conduct of disbarment proceedings .....uesereesessserrvarsassencas
Initiates reexamination ..
May discipline attorneys and agents ..........cu...
Reconsideration of cases decided by former....
Reissue in divisions referred 0 ......cceeeemmmensenesmssessnesnsnesns 1177
Return of papers in violation of rule .....coviviviesrnnenrcssnsnnse 13
-Complaints against examiners, how presented .........ceceuseeercensenes 13
Composition of matter, specimens of ingredients may be
LIS (-7 111" OO PO 1.93
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Computer program listings 1.96
Concurrent office proceedings 1.365
Conduct of reexamination proceedings 1.5350
Conflicting claims, same applicant or owner in two or more
applications ..... 1.78
Continuing application for invention disclosed ard claimed in
prior application 1.60, 1.62

1.11,1.12,1.13
L.19(b), 1.59

Copies of patents, records, etc.
Copies of records, fees

Copyright notice in specification ....... 1.71(d)
Copyright notice on drawings ........oeeeen 1.84(0)
Correction, certificate of ....cceccinnmerneennsinesseiens 1.322,1.323
Correction of inventorship .......... 148
Correspondence:
All letters and communications to the Office to be addressed to
the Commissioner of Patents and Trademarks .....cccconvevecennes 1.1
Business with the Office to be transacted by .....cvveereenercnnnnas 12
Discourteous communications returned 13
Double, with different parties in interest not allowed............. 1.33
Held with attorney or agent .........ccocveveerinseen 133
Identification of application or patent in letter relating 1o ....... 1.5
May be held exclusively with assignee of entire interest....... 132
Nature of .eceecerrcinennenne 14
Patent owners in reexamination 1.33(c)
Receipt of letters and Papers ......cccececinsnmneensiieennesssesssssennes 1.6
Resumed with principal, if power or authorization is
TEVOKEd ....cnerciriinircmeens s ssine e sacnesesasassressene 1.36
Rules for conducting in general .......coooveervcsverinncesnesusenns 1.1-18
Separate letter for each subject of INQUITY ....ccvevccninniccincncans 14
When no attorney or agent ... 133

With attorney or agent after power or authorization is filed .. 1.33

Coupons sold by the Office . 1.24
Court of Appeals for the Federal Circuit, appeal 1o.

(See Appeal o Court of Appeals for the Federal Circuit).

D
Date of invention of subject matter of individual claims ......... 1.110
Day for taking any action or paying any fee falling on Saturday,
Sunday, or Federal holiday ........cuuseeerninencneriennens 1.7

Death or insanity of inventor 142,143
Decision by the Board of Patent Appeals and Interferences....1.196

Action following deciSion ...t 1.197
Declaration (See also Oath in patent application):

Foreign 1anguage ... esiiiiniinisnsissssinasessmesssese 1.69

In liew Of 0ath ...cocvenircrsrriinsiesnenaseseses 1.68

In patent application......... 1.68
Definitions:

Independent inventor 1.9

National and international applications 1.9

Nonprofit organization .19

Small bUSINeSS CONCRIM ..uvvivirmrrsmssesisisimssssessasnemssssssssas seossnns 19

SMall entity ...ccovricrecreeseiaessessessensesnnsans 1.9

Terms under Patent Cooperation Treaty ....cuwuenesinsciesess 1.401
Delivery of Patent......ucisssinssesssssmnssssenssnsnssensnsssssasnsesssersssces 1315
Deposit accounts 1.25

Fees..vvvenrnnn 1.21(b)
Deposit of computer program listings. 1.96
Depositions (See also Testimony in interferences):

Certificate of officer t0 aCCOMPANY ...ovvvvevirrirusssisissrsersasenes 1.676

Formalities to be observed in Preparing .....messeseesssescsns 1.677

Person before whom taken 1.674
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(Depositions (See also Testimony in interferences):)
To be sealed up, addressed, and forwarded to the
COMMISSIONET wvevrrecrresvsacsasecsscssarsas 1.676
When taken must be filed....ocveecrmnncnnmessimsemmnnsssesenmesens 1.678
Description of invention. (See Specification.)
Design Patent Applications:

Arrangement of SPeCIfiCAtON wuuwesirenecsiscenmersimsssssesnanensene 1.154
L/ F: V11 NPT 1.153
DIawing ...ccvmmsmsssssesssassssssssensssens 1.152
FIliNG fee ..cvvvevvceremmensenessinensvensncasnassisenecnemneses 1.16¢f)
Issue and teIm ..cameissaesssssassnsasens 1,155
Issue fee....coccnninnsnnencnn 1.18(b)
L OO, 1.153
Rules applicable srebeseest s e sn s enesasan ..1.151
Title, description and claim .......cceeeenenenses 1.153
Determination of request for reexamination .......eeeescerscsenne 1515
Disbarment of attorneys and agents 10.23
Disclaimer, statutory:
During interference ........ 1.662(¢a)
FEE oeeureceenrsinscrannanstacnorseesntsassstsasonsessrnasansanans 1.20(d)
Requirements of ......cucnevccrirennnieennee ..1.321
LT 1 e 1.321
Disclosure, amendments t0 not permitied ......vceecenenrersenenans 1.118
Disclosure document fee ......... 1.21(c)
Discovery in Interferences ........cvmmmensamsesssincensesons 1.671,1.687
Divisien. (See Restriction of application.)
Division of patent on reissue. . .. 1177
Document sUpply fEes ..viiiiirinncerinnsunnasssssannesesensesessesnens 1.19
Drawing:
Amendment of ..1.118,1.123
Arrangement Of VIEWS ....cccocvveecnvcsnennenisecacisisionns .. 1.84Q)
Character of lines 1.84(c)
L0711 S werees 1.84(p)
Content Of draWing ....c.ceccccverirecmsssirisessssecsesassasssesensessssnense 1.83
Copyright NOLCE ....eececvrnseressernsssirennss 1.84(n)
COITECHON .cverenrerraresesussrssesasarsasssasesmsssansseasessssnassassssnsnsnncs 1.85(c)
Cost 0f COPIES Of ...ccorverecmiriirincinerscnsisatis e escrsssessseene 1.19
Design appliCation ........cevevesnssscsemsesesssnsesensmscsssenseonsssmsasess 1.152
EXIraneous maller .........oveeeerseresreenssessssenresassmearsasassessssassnsns 1.84(1)
Figure for Official Gazette .....oecrnrerercnicnnissnncnrsesnnrenans 1.84(k)
Filed with application
Hatching and shading .......ccovvcmeeenecescinssennasscssnesneensces 1.84(d)
Identification ........c.ceerereesniseronsesessusensassssassassasurasssesesnsnnens 1.84(1)
If of an improvement, must show connection with
Old SHUCKULE ......ccorirearrisissisresmessstssenmesssonnsasnsassssssesesassenes 1.83
Inferior or defective drawings will be rejected ........coorueecens 1.85
Informal drawings .................................................................. 1.85
Location of names . wvenenrenees 1.84(1)
Mask WOTK NOLICE .....covvemevernererasenernssnensonssasenes l 84(o)
Must be described in and referred to specification ................ 1.74
Must show every feature of the INVENUON ..cccceverererecsnrorearseces 1.83
INER Gt 1 R0 o 15 (T U RS 1.85(b)
INUMDBET Of SHELLS ..cvreveverrremvrerneseeereesaessanesnen 1.84(e)
Numbering of sheets ........... .. 1.84(n)
Original may be used with application for reissue.. ..1.174
Original should be retained by applicant ..........ceeuenvereerennes 1.81(a)
Paper and ink .......c.vecvnererevensernennennsennens ... 1.84(a)
Plant patent application ..........c.uueesssnvernersemssnsansessene 1.81, 1.165
Printed and published by Office when patented .......co.covervees 1.84
Reference ChAraclers ..........ovnerervmeseessesssrsassnssensens ... 1.74, 1.84(f)
REISTUL oovcenrrinirerinirireinie s sarens e sssesssnsss s senensesesssnanns 1.174
Release not permitted ..........covmeneresssaennesssertssnenaesesernenens 1.85(b)
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{Drawing:)
Reguired by law when necessary for understanding .....venees 1.81
Scale....... 1.84(e)
Shading 1.84@@)
Size of sheet and margins 1.84(b)
Specific rules relating to preparation of drawings
will be enforced 1.85
Standards for drawings ..... 1.84
Symbols, legends 1.84(g)
Transfer ....... 1.88
Transmission of drawings 1.84(m)
Use of 0ld drawings in new application 1.88
Views 1.84(i), (G)
When necessary. pa.rt of complete applicatON ..ccvveemrerrvsersenes 1.51
Duty of disclosure 1.56, 1.555
Patent term extension ....... 1.765
E
Election of species 1.146
Establishing small entity Status ........cocovceeeomsriccsscnsessesassnas 1.27,1.28

Evidence. (See Testimony in interferences.)
Examination of applications:

Abandoned and forfeited applications not cited in ...cccoevueee. 1.108
Advancement of examination ..... .1.102
AS 10 O ceveireenrcsinincresirc st sensascssscsnnasnes 1.104, 1.105
Citation of 1Eferences ......cvvevniiiicinsiseneseimerenecsssesnasens 1.107
Completeness of eXaminer’s aCtion ........cceseseesernsssesssenns 1.105
EXaminer’s action .....c..eesreceserasseanceeses 1.104
International-type Search .....cccveveiicenriemsessiasenessrserasssssenes 1.104
Nature of eXamination .....c.c.ccececcsreemneincnrrecesese et eesescssasssasans 1.104
Order of examination ......c..eeceeeree 1.101
Reasons for allowance .......... ..1.109
Reexamination after rejection if requested .......................... 1.111
Reexamination of original claims upon reissue .......c.eceeee 1.176
REISSUE oueveeiscierenientecencssrsssescosaestssessstsessasansess cnssessasessaons 1.176
Rejection Of CLAIMS ....c.covvternserarensrenmrrsntssanesssssonsencnsstassnns 1.106
SUSPENSION Of ucvuriniieicnnmiinisie et sesasassransasassesans 1.103
Examination of papers by attorney or agent not permitted
without authOrization ........c.ceevverisinneeinsnnnes 134
Examiners:
Answers on appeal ... e 1193
Complaints AZAINSE cuveeerrsresestnnsmtsn it e 13
Interviews With .....cciineieisnneninsstise e sessssssssssns 1.133
EXECULOTS . eveceeressneririrnrsssescssassssssssannessssessssesssssesannessssrnssnas 142,144
Exhibits. (See Models and exhibits.)
Export of technical data ......cccmenimmmesciesasssnn 5.19,5.20
Express abandonment .......cccisreeenmissnesmrsisisssassesmsesessssesens 1.138
“Express Mail” certificate of mailing 1.6,1.10
Extension of patent term:
APPLICANE fOT ...uveierverritinisiirin e essrenaes 1.730
ApPPlICAON fOT ..ot s sasassesesssssescssases 1.740
Calculation of term:
Food or color additive .......coeenner 1.776
Medical device ......cvevemieincnesesnsncnsns 1.777
Certificate . 1.780
COonditions fOT ....ovririenreeremassescnrorssi s sreessnssssvsssarasasses 1.720
Determination of eligibility ..........cuo... 1.750
Duty of disclosure ......... 1.765
Filing date of application .... cerserersmraeasaesnaens 1.741
Interim extension........... 1.760
Multiple applications ....... 1.785
Patents SUBJECE 10 c.uuiieeereriisrienarsronacsenssesesessssesossenssasanseness 1.710
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(Extension of patent term:) H
Withdrawal of appliCation ...vsrerercsmnmmrmmeserssnsmnsnsesssnsenseenses 1.770 Hesrings:

EXLension of tImMe w.uicusisisenemmmsmmsssanssmssmssmmsa s 1.136 Before the Board of Patents Appeals and Interferences ...... 1,194
FEES .vvvirersmnisesssensnissininessesesesisesmesmmsiesmesssssssasssensrseses verersorns 117 Fee for appeal heasing 117
Interference proceedings ....cversrersssusssssessasssasssssasasssaase 1.645 In disbarment proceedings 10.144
Reexamination proceedings .......... 1.55%c) Of motions in interferences 1.640

Holiday, time for action expiring on 1.6,1.7
F

Federal Register, publication of rules in .......eemrivennsnens 1.351, 1.352 I

Fees and payment of money: Identification of application, patent or regiStration ..o 1.5
COUPOTS cuvvirererrimnrmmsnssssesssssasssssserssessenenans 1.24 Independent inventor:

DepoSit aCCOUMLS ...cccvcneerenimirisssisereniiesesnsesasasessssssensasasases 1.25 Definition .......... 19
EXtension of e ......ccvi i iessimis s 1.136 Status statement.....coceceeeeee 1.27
Fee on appeal to the Court of Appeals for the Federal Circuit Information disclosure statement:
provided by rules of court 1.301 At time of filing application 151
Fees in case of petitions .......... 1.181 Content of 198
Fees payable in advance.......c..cceuue. 1.22 ReEEXAMINAUON ..covorerirnnaensoresisrsantasessssismssasasssnsssasosnsensssssssssss 1.555
Foreign filing license petition.. 1.17(h) To comply with duty of disclosure 1.97
For international-type search report 1.21(e) Updating prior to issuance of patent . 1.99
Method of payment .... .1.23 Information, Public .. 115
Money by mail at risk of sender 1.23 Insane inventor, application by guardian of ..........cecueeccscrsenas 143
Money paid by mistake ... 1.26 Interferences (See also Depositions, Motions in interferences,
,  Petitions et s s s nana 1.17 Preliminary Statement in interferences):
Reexamination request 1.2Kc) Abandonment of the contest 1.662
RefUndS .cccviincerivcicnentiicsissssmsen o snssssssssssassassssssssssessesses 1.26 Access to applications 1.612
Relating to international applications ..........ccccvsseercssesssennnn 1.445 Access to preliminary statement 1.631
—= Schedule of fees and charges 1.16-1.21 Action by examiner after Interference .......msienemmsncsesios 1.664

File wrapper continuing application procedure .......cueusssnenne 1.62 Action if statutory bar appears .. 1.659

Files and papers of abandoned applications, disposition ........... 1.14 Addition of new party by examiner-in-chief .....c.-ceeeesrercerenss 1.642

Files open to the public .. 1.11 Amendment during 1.615, 1.633, 1.634

Filing date of application 1.35 Appeal to the Court of Appeals for the

- . Filing fee part of complete application 1.51 Federal Circuit.. 1301, 1302
= FILNG fEES vovvvverererserssemssesssssrssssseesssessssssnsssssssssasssssnns ...1.16 Applicant requests ... 1.604

Filing in Post Office ..o icsnsisnmmisensissnisssinnnsnessisensaaenss 1.10 Arbitration 1.690

Filing of interference seftlement agreements ........coeevnieusisseens 1.666 Briefs at final hearing... 1.656

Final rejection: Burden of proof . 1.657
APPEA] fTOM .ttt sss s sentae e 1.191 Civil 8CHOMN «o.ovirercsererniasenerns 1.303
Response to 1.113, 1.116 Claims copied from patent 1.606, 1.607
When and how given.......oeeueee 1.113 Claims of defeated parties stand finally disposed of ............ 1.633

Foreign appliCation ..........cocomeecensisssesassansssmnssassesasesssesesssenens 1.55 Concession Of PHOTILY ....ouvsricresisssssssssssensensasassesssssasasasarass 1.662
License to file ........cuce.. 5.11-533 Conflicting parties having Same atoTAEY ........vosussrerermsarnssess 1,613

Foreign country: Copying claims from Patent .......ccmsereninmsssssnesesennas 1.606, 1.607
Taking 0ath N ...cccvieineeereninsarasseinsisne 1.66 Correspondence 1.5(e)
Taking testimony iN .....cveeveneensesrsmsmiscsescensensaseeseanses 1.684 Declaration of interference .....oucvseresnens 1.611

Foreign patent rights acquired by govemment ............ 101.1-101.11 Definition ..... 1.601
LACENSING cuvuvevrrnersorseearasacsinsssaseesasssntss sasasasnssnstssssasaraes 102.1-102.6 Disclaimer to avoid interference 1.662(a)

Forfeited application, for nonpayment of issue fee........c.ouec... 1316 Discovery 1.671, 1.688
Not cited as reference.......ccocevvniecrcensenee 1.108 Dissolution of 1.633

Formulas and tables in patent appliCations .......c..ecuesecerscsseresanes 1.58 Dissolution on motion of EXaMINeT .......vuewsmesssmsssnasisessessses 1.641

Fraud practiced or attempted on Office «.1.56 EXtension of tME .ccvvninsnnsisnsisnscsisismmmsssasererses 1.645

Failure of junior party to take tESHMONY ....eeessssremresonsasesess 1,652
G Failure to prepare for 1.603-1.606

Gazetie (See Official Gazette.) Final dECISION wveeererccreicssessansssesanesersssnessnessstssnssnssssseronsssassnnas 1.658

General authorization to charge deposit aCCOUNt w...eceecrmirersnees 1.25 Final hearing 1.654

General information and correspondence .......uueresessssssens 1.1-1.8 Final hearing briefs 1.656

Government acquisition of foreign patent rights ......... 101.1-101.11 Identifying claim from patent ........... 1.607(a)(3), 1.637(e)1)}vi}

Government employee invention 100.1-100.11 In what cases declared 1.601

Government employees, as attorney Or AZENt ..vwvecsirsrssrsasensesas 10.6 Inspection of cases of opposing parties 1.612

Government interest in patent, recording of ........c.ccceerveveecnens 7117 Interference with a patent 1.606-1.608

- Government invention juriSiCHON .....cevcecvsneseerueennens 1060.1-100.11 Junior party fails to overcome filing date of senior party ....1.640
Government Patents Board ........ccceonnviencnceracnne 101.5-101.10, 102.5 Jurisdiction of interference 1614
Guardian of insane person may apply for patent ......c.censervenes 143 Manner of service of papers 1.646
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(Interferences:)
Matters considered in determining priority ...uveemssssscsensacs 1.655
1% (V13163 T S 1.635-1.638
Nonpatentability argued at final hearing ........... seossersrsnninan 1.655
Notice and access to applications of opposing parties ......... 1.612
Notice of intent 1o argue abandonment .....weissisessoses 1.632
Notice to file CIVil BCHOM wvvcinnisiiesinsssssssarcassasssssssisassssassces 1.303
Notices and StAIEMENLS .vvererivereeremssiossenensssanenaes ..1.611
Order to show cause, judgment on the record ......uueinens 1.640
Ovwmership of applications or patents involved ......cccconeu. - 1.602
Preliminary statement contents 1.622-1.62%
Preparation for €03-1.605
Presumption as to order of invention ...1.657
Prosecution DY SSIZNEE ......uccerscssssnssssransssssssssssssssssssnsses 1.643
Recommendation by Board of Patent Appeals and

Interferences .....oencineassassnenns 1.659

Records of, when open to public.......... 1.11
Reissue filed by patentee during ... eeccesnsesmnescsssnsiines 1.662
Requests by applicants ........... 1.604
Requests for findings of fact and concluslons of law vt 1.656
Return of unauthorized Papers ......c..eeecinssssisencensessssenees 1.618
Review of decision by civil action 1.303
Sarhe party. 1.602
Sanctions for failure to comply with rules of order ............. 1.616
Second interference between same Parties ........ccvercessaeses 1.665
SECTECY OTdEr CASES .cvvuiurismtmrmsssnsmesmasntstsmsasasssssssssssnsassase 5.3()
Service Of PAPETS ..ccvereervassatsnmsnesaareonssrstsonsamensarensassassesoasasss 1.646
Statement of, from examiner t0 Board .......c.ccoseninieneniecnenas 1.609
Status of claims of defeated applicant after interference .....1.663
Statutory disclaimer by patentee during 1.662
Suggestion of claims for interference .......ccococeinevissecrsancness 1.605
SUMMArY JUAZMENL couvereresrueensessssssaraseassnsssarsasssssarsnsesssnns 1.617
Suspension of ex parte ProSECUiON ......ccceurreesrarasreccressasassans 1.615
Termination of INEITErenCe ........owuraseasresesascsinascssnsnsseseen 1.661
Testimony copies ceereresessse s e sas aee 1.653
Time period for COMPIEtoN .......ccccerirensicrsecresssnarassessassansenns 1.610
Times for discovery and taking testimony .........cececsssecenas 1.651
TIANSIALONS «cucrueerererarsnssessssreseessssonsonssassrensaess srarasssssssnrasas 1.647

International application. (See Patent Cooperation Treaty.)

International Preliminary Examining Authority .........ceecneeee 1416

Interview summary 1.133

Interviews with eXamiNer .....cvveereceeseacnsetencsivanas 1.133,1.560

Inventor (see also Applicant for patent, Oath in patent application):
Death or insanity of ... .1.42,1.43

Refuses to sign appliCation .........cceeernesenvensinnrnininssesssssesenes 1.47
To make apPlICAON «..cocemimrurrrarsesrneesssssssssasasaseersesasssssssensssans 141
Unavailable ........cieimicrnnniininiinsssinssssnssscans 1.47
Inventor’s certificate priority benefit .......cccvuevvceeniinncnncnnccnens 1.55
Inventorship and date of invention of the subject matter of
individual Claims ....ccciciisenniciniinnsineesen s cnsseenne 1.110
TSSUE fO...cviereienrcriscmcrccnsassesases csaseses s ssecrsascoscacsercasesesasnsrsssss 1.18
Issue of patent (See Allowance and issue of patent.)
J
Joinder of inventions in one application .........cccccsresenesesaeseons 1.141
JOINUINVENLOTS «covenrcircrcenrisne e s ssaense 145,147, 1324
Joint patent to inventor and asSignee ........covececsreeecsreenas 1.46, 1.334
Jurisdiction:
After decision by Board of Patent Appeals and
Interferences ........cccovminicnccniasensmanesnnens 1,197, 1.198
ABET TIOHCE OF BLIOWATICE wevvvuerereresseesssessssseesaseserermmsessessensenee 1312
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J

(Jurisdiction:)
Govermnment inventions 100.1-100.1%
Of contested case 1.614 .
L »
Lapsed patents 1.317
Legal representative of deceased or incapacitated
INVERIOT weeeser 1.42-143
Letters to the Office. (See Correspondence.)
Library service fee 1.19(d)
License and assignment of government interest in patent .....7.1-73
License for foreign filing 5.11-5.17
Licensing of government owned foreign patents............ 102.1-102.6
List of U.S. Patents classified in a subclass, cost of .............. 1.19%(e)
Local delivery box rental 1.21(d}
M
Maintenance fees ... mmmncersaessnsasisrassssanaes , 1.20
Acceptance of delayed payment of ....... 1.378
Fee address fOr ... snsssanes 1.363
Review of decision refusing to accept 1.377
Submission of .....ccveeernciiirenn 1.366
Time for payment of ........ et s 1.362
Mask work notice in specification..........couneecnesanasncnenes 1.71(d)
Mask work notice on drawing ...........eenseeee 1.84(0)
Microfiche COPY fee ....cirinisirnrnnninssiesnisessrsssasernsnes 1.19(a)
Microfiche deposit ... sesssnssessans 1.96
Minimum balance in deposit aCCOUNLS ..u.uiririeirisessesesusssansensas 1.25
Misjoinder of inventor . 1.48,1.324
Mistake in patent, certificate thereof issued.......cocvuerene. 1.322,1.323
Models and exhibits:
COoPIES Of wucvucererircnicccnsrssncisisinerorarssssansesns 195
If not claimed within reasonable time, may be disposed
Of by COMMISSIONET ....covmriemiecnsnreresenessntsasacsasssssasasacsssens 1.94
If on examination model be found necessary request
therefor will be Made .......cccievneiciniinineancseensasesnens 191
In contested CaSES .....ucieruienisennancsannas R, 1.676
May be reqUITed ... oeierriinc et ssesenseserassonsenens 1.92
Model not generally required in application or patent .......... 191
Not to be taken from the Office except in custody of sworn
EMPIOYEE ...ourrrerseccrmrarsissssssarsnisarssvassssssessnssssssssnensaasssass 1.95
Returm of ...ccccniivininneiesmnisin st s sssiessssesssassnssenesssasesssnane 1.94
Working model may be required ..o 1.92

Money. (See Fees and payment of money.)

Motions in interference ..1.633-1.637
To take testimony in foreign COUNTY .....cvvererstereseesesaeseseasans 1.684
N
Name of applicant ......occevuviniennnsniecsnnerersennans 141
New matter inadmissible in apphcatxon ................................... 1 118
New matter inadmissible in reexamination ......... 1.530(d), 1.552(b)
New matter inadmissible in reiSSUe .......cccerceseccrnnneresverssnsneens 1.173
Non-English language specification fee
Nonprofit organization: :
Definition ...... 19
Stanis SAeMENt uveneccreesensressssesssnces - 1.27
Notice:
Of allowance of application .......cceveesneserescsanasenes 1.311
Of appeal to the Court of Appeals for the Federal
CICUIL e mncesresnscneassesaesesassanassssasass .1.301, 1.302
Of arbitration award 1.335
Of defective reexamination TEQUESt .....vverersererseaessarareess 1.518(c)
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PATENT RULES RULES INDEX - P
(Notice:) Patent Cooperation Treaty:
Of INterference ...o.ooviiirvonnrnnmiesinmsmasossmisosareressasses 1.611 Amendments and corrections during internationsl
Of oral hearings before the Board of Patent Appeals processing 1471
and INLEIferenCes wuccrnnermmsersssssnsersasorsmasrsesnees 1.194 Amendments during international preliminary
Of rejection of an application ............... 1.104 EXATRINALHON 1vecrersersoerasensniaissnsssnsensesensonse 1485
Of taking teStmONY ..c.cuveverrsesesesseressesnnss 1.673 Applicant for international application 1421
Of use of official records as cv:dence .................................. 1.682 Changes in person, name or address, where filed .1.421(f), 1472
To conflicting parties with same attorney or agent .......evese. 1.613 Conduct of international preliminary eXamination ... 1.484
To parties in INterference CAses ......mmmmesimenmnene 1.611 Definition of terms .. 1.401
Delays in meeting time limits ...... 1.468
O Demand for international preliminary examination .....e.... 1.480
Oath in patent application: (see also Declaration) Designation of States 1432
APOSHIIES cucverrnsrirssiisissis s smsesssssssssesssrasesnssenene 1.66 Entry into national stage .........oeeseens 1491
Before whom taken in foreign COUNLries .....ovvervearsecsesnsenenns 1.66 As a designated office .... 1484
Before whom taken in United States..... 1.66 As an elected OffiCe ... e 1492
By administrator OF XECULOT ....uuieemsismeiineerenensasensnens 1.42,1.63 Examination at national StABE ........cewrrescssessnisencscmenssannes 1.496
By guardian of insane person 1.43,1.63 Fees:
Centificate of Officer adMinISIENNg w.ueesrursescsnsrensressesrssessenses 1.65 Designation fEes ...uuueeemmesecseessererensesens 1.432
Continuation-IN-Part ... ueeemsesesssssmsinissmassscesensesessssenes 1.63(d) Due on filing of international application............cee.- 1.431(c)
Declaration ... 1.68 Failure to pay results in withdrawal of
FOTeign 1aNZUAEE ...cvcecerrrenrmeectnesmssssss st sessmsnensssssasmasssassses 1.69 1070 (13161 O 1.431(c), 1.432
International appliCation .......cocceevcrercnicommsnssisesss e sinssaennes 1.497 Filing and processing fees. 1.445
_+ Inventor’s Certificate ......ovcvcenrerirnnsnsesesserescscsnsassesasesnnns 1.63 International preliminary eXamining .......o.eeesseessesecsseone 1.482
Made DY INVENIOT .eueeririeiecenerismes st sessae sensness sesanas 141,1.63 National stage .....cvuvereess .. 1492
New oath required if original t00 Old ......cuueeereecmremraresessanens 1.63 Refunds ....cooninrvcnincccncnenas 1.446
Officers authorized to administer 0aths .....c.cccieervernsercenseseas 1.66 Filing by other than INVENIOT ......currvurecsesrcenssessemrsssesseses 1.425
= Part of complete application . 1.51 International application reqUITEMents ........ccewcerereuserescnsnnes 1.431
Person maKing ....ccevvmennccseinsieene s sesnsasssesss s 1.64 Abstract 1.438
Plant patent application ........cc.cvuuee 1.162 Claims .......... 1436
Requirements of .....occverecieiniininnsnnneen s snecsssesssssennns 1.63 Description ... ueeeese e cnencsnsesessennnns 1435
Ribboned to other Papers .......ocveeeeererses 1.66 DIawings ....ccereinectrremrsmnmennassseesessssnsns 1437
[ U e— R — .1.66 Physical requirements ............ocov.en 1.433
K371 1T 1001 (B Lo TSRO 1.57,1.63 Request .. 1434
Supplemental oath for matter disclosed but not originally International BuTeal ........cceverveieniessesssemsensrassassesssnaces 1.415
ClAMEL ..oveieeririri st s sessesessse s srs e ssasnasosssernsas 1.67 International Preliminary Examining Authority ........eoveeue. 1416
To acknowledge duty of disclosure ....... Inventor deceased ......wivmmricroresssineieeserenssesesnesencasssnsensens 1422
When taken abroad to seal all papers Inventor insane or legally incapacitated.........c.ccouureererersnsnsens 1423
Oath in reissue appliCAtION ....ucuuecsenesseereseiimenssssssssssasessneseanas 1.175 INVENLOTS, JOINT .vvireirinesictreseerernesieesessoserasasssasesssenensnssasarass 1424
Oath or declaration National stage eXamination .........cceeereessercsssesessmsesensessasesens 1.496
Plant patent applCAtioN ... rviiscemsesimensssensenssscssnsnasesasasens 1.162 Oath or declaration at national SLAZE «.......ceereecreermsuersensesnns 1.497
When international application enters national stage .......... 1.497 Priority, claim fOr .. iicimmiercnninmm s snsensnsssassssens 1.451
Object of the INVENHON ......vevsemrereesseass 1.73 Record copy to International Burean, Transmittal
Office action time for response ...........ee 1134 PIOCEAUIES ..vvrirernansmsicnisinisessssamaisssstssmssnssesanasassssnssess 1461
Office fees. (See Fees and payment of money. ) Representation by GtIOIMEY OF 8ZENL..cuuvrurevaessssrnsessussessmsennes 1.455
Officers and employees, Government, acling as attorneys or RUIE 13 ottt ssssasas s s s s e sesness 1475
AENUS wuvveerrrevrnonans 10.6 Time limits for processmg appliCations .....ceesmerseses 1.465, 1.468
Official action, based exclusively upon the written record.......... 1.2 United States as:
Official business, should be transacted in WItIng .........ceercseseense 1.2 Designated Office .......c....... 1414, 1497
Official Gazette: International Searching Authority 1413
Amendments to rules published in ..o neermecnnssneensnsenens 1.351 Receiving OffiCe ..uunmnecnmiisenesnersmronesesensesassssnsnnens 1412
One view of drawing published in ......cccumsercrerssneasnsessesisnn 1.84 Unity of invention:
Service of notices i .vvcvecviereecsenenens 1.646 Before International Searching Authority ........... 1.475,1.476
Oral SLALEMENLS ....eevvreecrrissionenssensenanssessssannsons sasssseresaee 1.2 Before International Preliminary Examining
Order of eXamination .........cuisionmessmsesssmanessssnrssssessesssssses 1.101 AVLNOTILY «eerivercnrnrinsisissinnsmsersssssosossssssassesnsaessnss 1.487, 1.488
Order 10 TEEXAMINE .ovuerurecerricsee e s ssasssssasssas s sessannens 1.525 NalONE] SIAEE .o verrernsinsermecnsnsssnsesenensasesessermsesnasssssasssas 1.499
Protest 10 1ack Of ..cvivrinsnnnisesennnnnnesisesemseess 1477, 1.489
P Patent policy, ZOVEINMEN ....c.covveervurmsarerrensaenss 100.1-100.11
Papers badly written, printing or typewniting required .............. 1.52 Patentee notified of interference ........coovecneecns «..1.602
Papers not received on Saturday, Sunday or holidays ........cveeieen. 1.6 Patents (see also Allowance and issue of Patent):

* Patent application (See Application for patent.) Available for license or sale, publication of notice ........... 1.21(s)
‘Patent attorneys and agents. (See Attorneys and agents.) Certified copies of ... 113
' Copying claims of 1.606, 1.607
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(Patents:)
Correction of egrors in. 1.322,1.323, 1324
Date, duration and fOImM ...ecvevummmcenanasmssssisiien w1317
Delivery of 1.315
[DILICIE 1) 1321
Identification required in letters CONCEMING ....conreererseserornanne 1.5
Lapsed, for nonpayment of issue fee 1317
Obtainable by civil action 1.303
Price of copies ..... 1.19
Records of, open to public 1.11
Reissuing of, when defective ........oeeeee 1.171-1.179
Payment of fees ..... 1.23
Personal attendance unnecessary 1.2
Petition for reissue ......oevseerinnns 1.171,1.172
Petition to Commissioner:
Fees ..vcvrninrancsisnnninnceninnsnssninsncaeseens 1.17
For delayed payment of issue fee 1317
For license for foreign filing 512
For the revival of an abandoned application ...........cecvveeenees 1.137
From formal objections or TEQUITEMENLS w.ceremeecsornans 1.113, 1.181
From requirement for reStiCHON «uvieesecsssnssseesssseresnsesssssaes 1.144
Gereral requirements 1.181
In interferences....... 1.644
In reexamination 1.515(c)
On refusal of examiner to admit amendment .......c.coccccuenneee 1.127
Questions not specifically provided for 1.182
Reconsideration of cases decided by former
Commissioners 1.184
Suspension of rules 1.183
To exercise supervisory authority .........cvccemeemsessesssnansines 1.181
To make special . 1.102
To strike applications 1.56
Upon objection that appeal is informal .........ccoevvvvernrinaennns 1.193
Plant patent applications:
Applicant w 1.162
LI : 1o 1.164
DeClaration ......cocieiieeeseesesssnsessssisisesemnossasstsnsassssssons .1.162
DESCHPLON ...oueeerertrirrressinsersressstsssesassssssassessssassassnsnesssssases 1.162
Drawings ....c.ccceeeeeseereoncsronae .1.165
EXamination ........cceceeceenens S— 1 {.Y |
Fee for COpies .....vvmnrsscmcmsssnsessenvensess 1.19
Filing fee 1.16(g)
Issue fee .... 1.18(c)
Oath ... 1.162
Rules apPliCbIE ...v.uecereerireecnrsismcmseesssrsonsesarssssssanensss 1.161
Specification “ 1.163
SPECIITIENIS .c.veveerrerraneessersuessesesossesasssssssassssssrasans 1.166
POSt ISSUANCE fEES ..uuvuvereicerernrarsitsnserssnise s sssiessssssssssssasassnssssnssaes 1.20
Post Office receipt as filing date 1.10
Postal emergency or interruption 1.6(d)
Power of attorney. (See Attorneys or agents.)
Preliminary Examining Authority, International ........ceeversencees 1416
Preliminary statement in interferences:
ACCESS 10 weuruirircsrsirsnssesasstssssssssassssssssssssssssssssnssssssssesssnsassass 1.631
Contents to ......coueee 1.622-1.627
Contents of, invention made abroad .............. 1.624
Correction of statement on motion.... 1.628
Effect of Statement .........cocvvrseccnsmimnsecsseresssnsaense ..1.629
Failtire 10 file ..cvviicvreenescrrvenrerersesessssaessnsesasnsesrssnens 1.639, 1.640
In case of motion to amend interference ........covvevee Crssrnerens 1.633
May be amended if defective 1.628
Reliance on prior application ..........cccvcesiseneens 1.630
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(Preliminary statement in interferences:)

Requirement for 1.621
Sealed before filing 1.627
Service on opposing parties 1.621
Subsequent testimony alleging prior dates excluded ........... 1.629
When opened to inspection 1.631
Printing testimony 1.653
Prior art citation in patent 1.501
Prior art may be made of record in patent file .......ccevvenrinnns 1.501
Prior art statement:
Content of 198
In reexamination 1.555
To comply with duty of disclosure 197
Updating prior to issuance of patent 199
Priority of invention. (See Interferences.)
Priority, right of, under treaty or law 1.55
Processing and retention fee 1.21(b), 1.53(d)
Protests to grants of patent 1.291
Public Information 1.15
Public use proceedings .......c.o... 1.292
Fee 1.17G)
Publication:
Of patent based on intemational application.......c.ceseerecnees 1.318
Of reexamination certificate 1.570()
R ;
Reasons for allowance ............ 1.109
Reconsideration of cases decided by a former Commissioner 1.184
Reconsideration of Office action ......... 1.112
Recording of assignments. (See Assignments and recording.)
Records of the Patent and Trademark Office ......cccvecveeen 1.11-1.15
Records used as evidence in interference 1.682
Reexamination:
Amendments, manner of making ..... 1.121(H)
Announcement in Q.G. ...ouinirrenecercscismnsnsssessesesassesases 1.11(c)
Appeal to BOArd ...t st snaenis 1.191
Appeal 10 CLAF.C. .. iieninsiennncssensisncasnsesteansassansssenases 1.301
L8 1T 1 OO 1.570
CIVIL ACHOM «..cvirerisenesrmresnsnisienssianssssssnesesensessasossassssassesnsnsen 1.303
Concurrent office proceedings .......ccerrsvsrrrcrnvresnns .1.565
Conduct of proceedings ...cwrssesisesmseserisnraressesessassssesessssesass 1.550
Correspondence address ...t 1.33(c)
Decision of reqUEST.......civeenrccsrirearnnsisssicnesine sesansesessssnsens 1.515
Duty of disclosure ....... “ 1.555
EXaminer's aCHOM ......vevereesticscnsersersessssnessennsnsas 1.104
FBE ..ueiertireennntecsttsseinn st st asannsst teaneses st sussaenesans sassnnassnsnase 1.20(c)
Fee charged to deposit 8CCOUNL «..uvvinriiniicrssrincseranns .1.25
Fee refund ......cciiiinicncinnesc s senasess s ssssesessesssonsonsess 1.26
Identification in letter 1.5(d)
Initiated by COMMISSIONET ....vcconnicrmrcesrsnsrmsesssssmmsssssesssnsnins 1.520
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INEIVIBWS crvreccrenense s snnsnsssa sennnanesnensssnsassesssesssssnsssssstanaans 1.560
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Reply by requester ... crrerrena st b orans .1.535
Reply to action ....ccceenevncrvcnnnas 1.111
REGQUEST ..ottt tstsensecsesessssnsesaestrassrasesesmerans 1.510
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Scope 1.552
Service... 1.248
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Withdrawal of attormey OF AZENL ........ccverenrrercrersesresssssssesasesessae 136
Withdrawal of request for statutory invention registration ......1.296
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PRACTICE BEFORE THE PATENT AND
TRADEMARK OFFICE

PART 10 - REPRESENTATION OF
OTHERS BEFORE THE PATENT AND
TRADEMARK OFFICE

§ 10.1 Definitions.

§ 10.2 Director of Enrollment and Discipline.
§ 10.3 Committee on Enrollment.

§ 10.4 Committee on Discipline.

INDIVIDUALS ENTITLED TO PRACTICE BEFORE THE
PATENT AND TRADEMARK OFFICE

§ 10.5 Register of attorneys and agents in patent cases.

§ 10.6 Registration of attorneys and agents.

§ 10.7 Requirements for registration.

§ 10.8 Oath and registration fee.

§ 10.9 Limited recognition in patent cases.
« §10.10 Restrictions on practice in patent cases.

§ 10.11 Removing names from the register.

§§ 10.12 - 10.13 [Reserved]

§ 10.14 Individuals who may practice before the Office in trademark
= and other non-patent cases.

§ 10.15 Refusal to recognize a practitioner.

§§ 10.16 - 10.17 [Reserved]

§ 10.18 Signature and certificate of practitioner.

§ 10.19 [Reserved]
N PATENT AND TRADEMARK OFFICE CODE OF

PROFESSIONAL RESPONSIBILITY

§ 10.20 Canons and Disciplinary Rules.
§ 10.21 Canon 1.

§ 10.22 Maintaining integrity and competence of the legal profession.

§ 10.23 Misconduct
§ 10.24 Disclosure of information to authorities.
§§ 10.25 - 10.29 [Reserved]
§ 10.30 Canon 2.
§ 10.31 Communications conceming a practitioner’s services.
§ 10.32 Advertising.
§ 10.33 Direct contact with perspective clients.
§ 10.34 Communications of fields of practice.
§ 10.35 Firm names and letterheads.
§ 10.36 Fees for legal services.
§ 10.37 Division of fees among practitioners.
§ 10.38 Agreements restricting the practice of a practitioner.
§ 10.39 Acceptance of employment.
§ 10.40 Withdrawal from employment.
§§ 10.41 - 10.45 [Reserved)
§ 10.46 Canon 3.
§ 10.47 Aiding unauthorized practice of law.
§ 10.48 Sharing legal fees.
§ 10.49 Forming a partnership with a non-practitioner.
§§ 10.50 - 10.55 [Reserved]
§ 10.56 Canon 4.
§ 10.57 Preservation of confidences and secrets of a client.
+ §§ 10.58 - 10.60 [Reserved]
¥
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£€ 10.61 Canon 5.

§ 10.62 Refusing employment when the interestof the practitioner may
impair the practitioner's independent professional judgment.

¢ 10.63 Withdrawa] when the practitioner becomes a witness.

§ 10.64 Avoiding acquisition of interest in litigation or proceeding
before the Office.

§ 10.65 Limiting business relations with a client.

§ 10.66 Refusing to accept or continue employment if the interests of
another client may impair the independent professional
judgment of the practitioner.

§ 10.67 Settling similar claims of clients.

§ 10.68 Avoiding influence by others than the client.

§8 10.69 - 10.75 [Reserved]

§ 10.76 Canon 6.

§ 10.77 Failing to act competently.

§ 10.78 Limiting liability to client.

§§ 10.79 - 10.82 [Reserved]

§ 10.83 Canon 7.

§ 10.84 Representing a client zealously.

§ 10.85 Representing a client within the bounds of the law.

§ 10.86 [Reserved]

§ 10.87 Communicating with one of adverse interest.

§ 10.88 Threatening criminal prosecution.

§ 10.89 Conduct in proceedings.

§8§ 10.90-10.91 [Reserved]

§ 10.92 Contact with wimesses.

§ 10.93 Contact with officials.

§§10.94 - 10.99 [Reserved]

§ 10.100 Canon 8.

§ 10.101 Action as a public official.

§10.102 Statements concerning officials.

§ 10.103 Practitioner candidate for judicial office.

§§ 10.104 - 10.109 [Reserved]

§ 10.110 Canon?9.

§ 10.111 Avoiding even the appearance of impropriety.

§ 10.112 Preserving identity of funds and property of client.

§§ 10.113 - 10.129 [Reserved]

INVESTIGATIONS AND DISCIPLINARY PROCEEDINGS

§ 10.130 Reprimand, suspension or exclusion.

§ 10.131 Investigations.

§ 10.132 Initiating a disciplinary proceeding; reference to an
administrative law judge.

§ 10.133 Conference between Director and practitioner; resignation.

§ 10.134 Complaint.

§ 10.135 Service of complaint.

§ 10.136 Answer to complaint.

§ 10.137 Supplemental complaint.

§ 10.138 Contested case.

§ 10.139 Administrative law judge; appointment; responsibilities;
review of interlocutory orders; stays.

§ 10.140 Representative for Director or respondent.

§ 10.141 Filing of papers.

§ 10.142 Service of Papers.

§ 10.143 Motions.

§ 10.144 Hearings.

§ 10.145 Proof; variance; amendment of pleadings.

§ 10.145 - 10.148 [Reserved].

§ 10.149 Burden of Proof.

§ 10.150 Evidence.
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§ 10.151 Depositions.

§ 10.152 Discovery.

§ 10.153 Proposed findings and conclusions; post-hearing me
morandum.

§ 10.154 Initial decision of administrative law judge.

§ 10.155 Appeal to the Commissioner.

§ 10.156 Decision of the Commissioner.

§ 10.157 Review of the Commissioner's final decision.

§ 10.158 Suspended or excluded practitioner.

§ 10.159 Notice of suspension or exclusion.

§ 10.160 Petition for reinstatement.

§ 10.161 Savings clause.

§§10.162 - 10.169 [Reserved].

§ 10.170 Suspension of rules.

§ 10.1 Definitions.

This part governs solely the practice of patent, trademark,
and other law before the Patent and Trademark Office. Nothing
in this part shall be construed to preempt the authority of each
State to regulate the practice of law, except to the extent
necessary for the Patent and Trademark Office to accomplish its
federaf objectives. Unless otherwise clear from the context, the
following definitions apply to this part:

(a) “Affidavit” means affidavit, declaration under 35 U.S.C.
25 (see- § 1.68 and § 2.20 of this subchapter), or statutory
declaration under 28 U.5.C. 1746.

(b) ““Application” includes an application for a design,
plant, or utility patent, an application to reissue any patent, and
an application to register a trademark.

(c)” “Attorney” or “lawyer” means an individual who is a
member in good standing of the bar of any United States court
orthe highestcourtof any State. A “non-lawyer” isa person who
is not an attorney or lawyer.

(d) “Canon” is defined in § 10.20(a).

(e) “Confidence” is defined in §10.57(a).

(f) “Differing interests” include every interest that may
adversely affect either the judgment or the loyalty of a practitio-
ner to a client, whether it be a conflicting, inconsistent, diverse,
or other interest.

(g) “Director” means the Director of Enrollment and Disci-
pline.

(h) “Disciplinary Rule” is defined in § 10.20(b).

() “Employee of a tribunal” includes all employees of
courts, the Office, and other adjudicatory bodies.

() “Giving information” within the meaning of § 10.23(c)
(2) includes making (1) a written statement or representation or
(2) an oral statement or representation.

(k) “Law firm” includes a professional legal corporation or
a partnership.

(1) “Legal counsel” means practitioner.

(m) “Legal profession” includes the individuals who are
lawfully engaged in practice of patent, trademark, and other law
before the Office.

(n) “Legal service” means any legal service which may
lawfully be performed by a practitioner before the Office.

(o) .“Legal System” includes the Office and courts and
adjudicatory bodies which review matters on which the Office
has acted.
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(p) “Office™ means Patent and Trademark Office.

(q) “Person” includes a corporation, an association, a trust,
a partnership, and any other organization or legal entity.

(r) “Practitioner™ means (1) an attorney or agent registered
to practice before the Office in patent cases or (2) an individual
authorized under 5 U.S.C. 500(b) or otherwise as provided by
this subchapter, to practice before the Office in trademark cases
or other non-patent cases. A “suspended or excluded practitio-
ner” is a practiioner who is suspended or excluded under §
10.156. A “non-practitioner” is an individual who is not a
practitioner.

(s) A “proceeding before the Office” includes an applica-
tion, areexamination, a protest, a public use proceeding, apatent
interference, an inter partes trademark proceeding, or any other
proceeding which is pending before the Office.

(t) “Professional legal corporation” means a corporation
authorized by law to practice law for profit.

(u) “Registration” means registration to practice before the
Office in patent cases.

(v) “Respondent” is defined in § 10.134(a)(1).

(w) “Secret” is defined in § 10.57(a).

() “Solicit” is defined in § 10.33.

(y) “State” includes the District of Columbia, Puerto Rico,
and other federal territories and possessions.

(z) “Tribunal” includes courts, the Office, and other adjudi-
catory bodies.

(aa) “United States” means the United States of America, its
territories and possessions.

[Added 50 FR 5172, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.2 Director of Enrollment and Discipline,

(@) Appointment. The Commissioner shall appoint a
Director of Enrollment and Discipline. In the event of the
absence of the Director or a vacancy in the Office of the
Director, the Commissioner may designate an employee of the
Office to serve as acting Director of Enrollment and Discipline.
The Director and any acting Director shall be an active member
in good standing of the bar of a State.

(b) Duties. The Director shall:

(1) Receive and act upon applications for registration,
prepare and grade the examination provided for in § 10.7(b),
maintain the register provided for in § 10.5, and perform such
other duties in connection with enrollment and recognition of
attorneys and agents as may be necessary.

(2) Conductinvestigationsinto possible violationsby prac-
titioners of Disciplinary Rules, with the consent of the Commit-
tee on Discipline initiate disciplinary proceedings under §
10.132(b), and perform such other duties in connection with
investigations and disciplinary proceedings as may be neces-
sary.

(c) Review of Director’s decision. Any final decision of the
Director refusing to register an individual under § 10.6, recog-
nize an individual under § 10.9 or § 10.14(c), or reinstate a
suspended or excluded petitioner under § 10.160, may be
reviewed by petition to the Commissioner upon payment of the
fee set forth in § 1.21(a)(5). A petition filed more than 30 days
after the date of the decision of the Director may be dismissed
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as untimely. Any petition shall contain (1) a statement of the
facts involved and the points to be reviewed and (2) the action
requested. Briefs or memoranda, if any, in support of the
petition shall accompany or be embodied therein. The petition
will be decided on the basis of the record made before the
Director and no new evidence will be considered by the
Commissioner in deciding the petition. Copies of documents
already of record before the Director shali not be submitted with
the petition. An oral hearing on the petition will not be granted
except when considered necessary by the Commissioner.

[OMB Control No. 0651-0012.}

[Added 50 FR 5173, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.3 Committee on Enreoliment.
(@) The Commissioner may establish a Committee on En-
roliment composed of one or more employees of the Office.
(b) The Committee on Enrollment shall, as necessary, ad-
vise the Director in connection with the Director’s duties under

§ 10.2(b)(1).
[Added 50 ER 5173, Feb. 6, 1985, effective Mar. 8, 1985]

§ 104 Committee on Discipline.

(a) The Commissioner shall appoint a Committee on Disci-
pline. The Committee on Discipline shall consist of at least
three employees of the Office, none of whom reports directly or
indirectly to the Director or the Solicitor. Each member of the
Committee on Discipline shall be amember in good standing of
the bar of a State.

(b) The Committee on Discipline shall meet at the request
of the Director and after reviewing evidence presented by the
Director shall, by majority vote, determine whether there is
probabie cause to bring charges under § 10.132 against a
practitioner. When charges are brought against a practitioner,
no member of the Committee on Discipline, employee underthe
direction of the Director, or associate solicitor or assistant
solicitor in the Office of Solicitor shall participate in rendering
a decision on the charges.

(c) No discovery shall be authorized of, and no member of
the Committee on Discipline shall be required to testify about,
deliberations of the Committee on Discipline.

{Added 50 FR 5173, Feb. 6, 1985, effective Mar. 8, 1985)

INDIVIDUALS ENTITLEDP TO PRACTICE BE-
FORE THE PATENT AND TRADEMARK OFFICE

§ 10.5 Register of attorneys and agemts in patent
cases.

A register of attorneys and agents is kept in the Office on
which are entered the names of 2l individuals recognized as
entitled to represent applicants before the Office in the prepara-
tion and prosecution of applications for patent. Registration in
the Office under the provisions of this part shall only entitle the
individuals registered to practice before the Office in patent
cases.

{Added 50 FR 5173, Feb. 6, 1985, effective Mar. 8, 1985)

+§ 10.6 Registration of attorneys and agents.
' (a) Auorneys. Any citizen of the United States who is an
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attorney and who fulfills the requirements of this part may be
registered as a patent attorney to practice before the Office.
When appropriate, any alien who is an attorney, who lawfully
resides in the United States, and who fulfills the requirements of
this part may be registered as a patent attorney to practice before
the Office, provided: Regisiration is not inconsistent with the
terms upon which the alien was admitted to, and resides in, the
United States and further provided: The alien may remain
registered only (1) if the alien continues to lawfully reside in the
United States and registration does not become inconsistent
with the terms upon which the alien continues to lawfully reside
in the United States or (2) if the alien ceases to reside in the
United States, the alien is qualified to be registered under
paragraph (c) of this section. See also § 10.9(b).

(b) Agents. Any citizen of the United States who is not an
attorney and who fulfills the requirements of this part may be
registered as a patent agent to practice before the Office. When
appropriate, any alien who is not an attorney, who lawfuily
resides in the United States, and who fulfills the requirements of
thispart may beregistered asapatent agent to practice before the
Office, provided: Registration is not inconsistent with the terms
upon which the alien was admitted to, and resides in, the United
States, and further provided: The alien may remain registered
only (1) if the alien continues to lawfully reside in the United
States and registration does not become inconsistent with the
terms upon which the alien continues to lawfully reside in the
United States or (2) if the alien ceases to reside in the United
States, the alien is qualified to be registered under paragraph (c)
of this section. See also § 10.9(b).

NOTE: Allindividuals registered prior to November 15, 1938, were
registered as attorneys, whether they were attorneys or not, and such
registrations have not been changed.

(c) Foreigners. Any foreigner not a resident of the United
States who shall file proof to the satisfaction of the Director that
he or she is registered and in good standing before the patent
office of the country in which he or she resides and practices and
who is possessed of the qualifications stated in § 10.7, may be
registered as a patent agent to practice before the Office for the
limited purpose of presenting and prosecuting patent applica-
tions of applicants located in such country, provided: The patent
office of such country allows substantially reciprocal privileges
to those admitted to practice before the United States Patent and
Trademark Office. Registration as a patent agent under this
paragraph shall continue only during the period that the condi-
tions specified in this paragraph obtain.

[OMB Control No. 0651-0012.]

[Added SOFR 5173, Feb. 6, 1985, effective Mar. 8, 1985; paras. (d)
& (e) removed 53 FR 33948, Oct. 14, 1988, effective Nov. 4, 1988]

§ 10.7 Requirements for registration.
(a) No individual will be registered to practice before the
Office unless he or she shall:

(1) Apply to the Commissioner in writing on a form
supplied by the Director and furnish all requested information
and material and

(2) Establish to the satisfaction of the Director thathe or she
is:

(i) Of good moral character and repute;
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(ii) Possessed of the legal, scientific, and technical quali-
fications necessary to enable him or her to render applicants
valuable service; and

(iii) Isotherwise competent to advise and assist applicants
for patents in the presentation and prosecution of their applica-
tions before the Office.

(b) In order that the Director may determine whether an
individual seeking to have his or her name placed upon the
register has the qualifications specified in paragraph (a) of this
section, satisfactory proof of good moral character and repute
and of sufficient basic training in scientific and technical mat-
ters must be submitted to the Director. Except as provided in this
paragraph, each applicant for registration must take and pass an
examination which is held from time to time. Each application
for admission to take the examination for registration must be
accompanied by the fee set forth in § 1.21(a)(1) of this subchap-
ter. The taking of an examination may be waived in the case of
any individual who has actively served for at least four years in
the patent examining corps of the Office. The examination will
not be administered as a mere academic exercise.

(c) ‘Within two months from the date an applicant is notified
that he or she failed an examination, the applicant may request
regrading of the examination upon payment of the fee set forth
in § 1.21(a)(6). Any applicant requesting regrading shall par-
ticularly point out the errors which the applicant believed
occurred in the grading of his or her examination,

[OMB Control No. 0651-0012.]

[Added 50 FR 5174, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.8 Oath and registration fee.

Before an individual may have hisor hername entered on the
register of attorneys and agents, the individual must, after his or
her application is approved, subscribe and swear to an oath or
make a declaration prescribed by the Commissioner and pay the
registration fee set forth in § 1.21(a)(2) of this subchapter.

[OMB Control No. 0651-0012.]

[Added 50 FR 5174, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.9 Limited recognition in patent cases.

(@) Any individual not registered under § 10.6 may, upon a
showing of circumstances which render it necessary or justifi-
able, be given limited recognition by the Director to prosecute
as attorney or agent a specified application or specified applica-
tions, but limited recognition under this paragraph shall not
extend further than the application or applications specified.

(b) When registration of a resident alien under paragraphs
(a) or (b) of § 10.6 is not appropriate, the resident alien may be
given limited recognition as may be appropriate under para-
graph (a) of this section.

{Added 50 FR 5174, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.10 Restrictions on practice in patent cases.

(@) Only practitioners who are registered under § 10.6 or in-
dividuals given limited recognition under § 10.9 will be permit-
ted to prosecute patent applications of others before the Office.

(b) No individual who has served in the patent examining
corps of the Office may practice before the Office after termi-
nation of his or her service, unless he or she signs a written
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undertaking.

(1) Not to prosecute or aid in any manner in the prosecution
of any patent application pending in any patentexamining group
during his or her period of service therein and

(2) Not to prepare or prosecute or to assist in any manner in

the preparation or prosecution of any patent application of
another (i) assigned to such group for examination and (ii) filed
within two years after the date he or she left such group, without
written authorization of the Director. Associated and related
classes in other patent examining groups may be required to be
included in the undertaking or designated classes may be
excluded from the undertaking,
When an application for registration is made after resignation
from the Office, the applicant will not be registered if he or she
has prepared or prosecuted or assisted in the preparation or
prosecution of any patent application as indicated in the para-
graph. Knowingly preparing or prosecuting or providing assis-
tance in the preparation or prosecution of any patent application
contrary to the provisions of this paragraph shall constitute
misconduct under § 10.23(c)(13) of this part.

(c) A practitioner who is an employee of the Office cannot
prosecute or aid in any manner in the prosecution of any patent
application before the Office.

(d) Practice before the Office by Government employees is
subject to any applicable conflict of interest laws, regulations or
codes of professional responsibility.

{OMB Control No. 0651-0012.]

[Added S0 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985; revised
53 FR 33950, Oct. 4, 1988, effective Nov. 4, 1988; corrected 53 FR
41278, Oct. 20, 1988]

§ 10.11 Removing names from the register.

(a) Registered attorneys and agents shall notify the Direc-
tor of any change of address. Any notification to the Director of
any change of address shall be separate from any notice of
change of address filed in individual applications.

(b) A letter may be addressed to any individual on the
register, at the address of which separate notice was last re-
ceived by the Director, for the purpose of ascertaining whether
such individual desires to remain on the register. The name of
any individual failing to reply and give any information re-
quested by the Director within a time limit specified will be
removed from the register and the names of individuals so
removed will be published in the Official Gazette. The name of
any individual so removed may be reinstated on the register as
may be appropriate and upon payment of the fee set forth in §
1.21(a)(3) of this subchapter.

[OMB Control No. 0651-0012.]

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985]

§§ 10.12 - 10.13 [Reserved]

§ 10.14 Individuals who may practice before the
Office in trademark and other non-patent
cases.
(a) Auorneys. Any individual who is an attorney may
represent others before the Office in trademark and other non-
patentcases. An attorney is notrequired to apply for registration
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or recognition to practice before the Office in trademark and

other non-patent cases.

(b) Non-lawyers. Individuals who are not attorneys are not
recognized to practice before the Office in trademark and other
non-patent cases, except that individuals not attorneys who
were recognized to practice before the Office in rademark cases
under this chapter prior to January 1, 1957, will be recognized
as agents to continue practice before the Office in trademark
cases.

(c) Foreigners. Any foreign attorney or agent not aresident
of the United States who shall prove to the satisfaction of the
Director that he or she is registered or in good standing before
the patent or trademark office of the country in which he or she
resides and practices, may be recognized for the limited purpose
of representing parties located in such country before the Office
in the presentation and prosecution of trademark cases, pro-
vided: The patent or trademark office of such country allows
substantially reciprocal privileges to those permitted to practice
in trademark cases before the United States Patent and Trade-
mark Office. Recognition under this paragraph shall continue

«only during the period that the conditions specified in this
paragraph obtain.

(d) Recognition of any individual under this section shall
_not be construed as sanctioning or authorizing the performance
“of any act regarded in the jurisdiction where performed as the

unauthorized practice of law.

(¢) No individual other than those specified in paragraphs

(@), (b), and (c) of this section will be permitted to practice

- . before the Office in trademark cases. Any individual may

- appear in a trademark or other non-patent case in his or her own
behalf. Any individual may appear in a trademark case for (1) a
firm of which he or she is a member or (2) a corporation or
association of which he or she is an officer and which he or she
is authorized to represent, if such firm, corporation, or associa-
tion is a party 1o a rademark proceeding pending before the
Office.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985}

§ 10.15 Refusal to recognize a practitioner.

Any praciitioner authorized to appear before the Office may
be suspended or excluded in accordance with the provisions of
this part. Any practitioner who is suspended or excluded under
this subpart or removed under § 10.11(b) shall not be entitied to
practice before the Office.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985]

§6 10.16 - 10.17 [Reserved]

§ 10.18 Signature and certificate of practitioner.

(2) Every paper filed by a practitioner representing an appli-
cant or party to a proceeding in the Office must bear the
signature of, and be personally signed by, such practitioner
except those papers which are required to be signed by the
applicant or party. The signature of practitioner to a paper filed

. by him or her, constitutes a certificate that:
(1) The paper has been read by the practitioner;
*  (2) The paper’s filing is authorized;
(3) To the best of hiis or her knowledge, information, and
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belief, there is good ground to support the paper, including any
allegations of improper conduct contained or alleged therein;
and
(4) Itis not interposed for delay.
(b) Any practitioner knowingly violating the provisions of
this section is subject to disciplinary action. See § 10.23(c)(15).
[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985]

10.19 [Reserved]

PATENT AND TRADEMARK OFFICE CODE OF
PROFESSIONAL RESPONSIBILITY

10.20 Canons and Disciplinary Rules.

(a) Canons are set out in §§ 10.21, 10.30, 10.46, 10.56,
10.61,10.76, 10.83, 10.100, and 10.110. Canons are statements
of axiomatic norms, expressing in general terms the standards of
professional conduct expected of practitioners in their relation-
ships with the public, with the legal system, and with the legal
profession.

(b) Disciplinary Rules are set out in §§ 10.22-10.24, 10.31-
10.40, 10.47-10.57, 10.62-10.68, 10.77, 10.78, 10.84, 10.85,
10.87-10.89, 10.92, 10.93, 10.101-10.103, 10.111,and 10.112.
Disciplinary Rules are mandatory in character and state the
minimum level of conduct below which no practitioner can fall
without being subjected to disciplinary action.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.21 Canon 1.

A practitioner should assist in maintaining the integrity and
competence of the legal profession.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.22 Maintaining integrity and competence of the
legal profession.

(a) A practitioner is subject to discipline if the practitioner
has made a materially false statement in, or if the practitioner has
deliberately failed to disclose a material fact requested in
connection with, the practitioner’s application for registration
or membership in the bar of any United States court or any State
court or his or her authority to otherwise practice before the
Office in trademark and other non-patent cases.

(b) A practitioner shall not further the application for reg-
istration or membership in the bar of any United States court,
State court, or administrative agency of another person known
by the practitioner to be unqualified in respect to character,
education, or other relative attribute.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.23 Misconduct.
(a) A practitioner shall not engage in disreputable or gross
misconduct.
(b) A practitioner shall not:
(1) Violate a Disciplinary Rule.
(2) Circumvent a Disciplinary Rule through actions of an-
other.
(3) Engage in illegal conduct involving moral turpitude.
(4) Engage in conduct involving dishonesty, fraud, deceit,
Or misrepresentation.
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(5) Engage in conduct that is prejudicial to the administra-
tion of justice.

(6) Engage in any other conduct that adversely reflects on
the practitioner’s fitness to practice before the Office.

(c) Conduct which constitutes a violation of paragraphs (a)
and (b) of this section includes, but is not limited to:

(1) Conviction of a criminal offense involving moral turpi-
tude, dishonesty, or breach of trust.

(2] Knowingly giving false or misleading information or
knowingly participating in a material way in giving faise or
misleading information, to:

(i) A client in connection with any immediate, prospec-
tive, or pending business before the Office.
(ii) The Office or any employee of the Office.

(3) Misappropriation of, or failure to properly or timely
remit, funds received by a practitioner or the practitioner’s firm
from a client to pay a fee which the client is required by law to
pay to the Office.

(4) Directly or indirectly improperly influencing, attempt-
ing to improperly influence, offering or agreeing to improperly
influefice, or attempting to offer or agree to improperly influ-
ence an official action of any employee of the Office by:

(i) Use of threats, faise accusations, duress, or coercion,

¢i) An offer of any special inducement or promise of ad-
vantage, or

(iii) Improperly bestowing of any gift, favor, or thing of
value,

(5) Suspension or disbarment from practice as an attorney
oragent on ethical grounds by any duly constituted authority of
a State or the United States or, in the case of a practitioner who
resides in a foreign country or is registered under § 10.6(c), by
any duly constituted authority of:

(i) A State,
(ii) The United States, or
(iii) The country in which the practitioner resides.

(6) Knowingly aiding or abetting a practitioner suspended
or excluded from practice before the Office in engaging in
unauthorized practice before the Office under § 10.158.

(7) Knowingly withholding from the Office information
identifying a patent or patent application of another from which
one or more claims have been copied. See §§ 1.604(b) and
1.607(c) of this subchapter.

(8) Failing to inform a client or former client or failing to
timely notify the Office of an inability to notify aclient or former
client of correspondence received from the Office or the client’s
or former client’s opponent in an inter partes proceeding before
the Office when the correspondence (i) could have a significant
effect on a matter pending before the Office, (ii) is received by
the practitioner on behalf of a client or former client and (iii) is
correspondence of which a reasonable practitioner would be-
lieve under the circumstances the client or former client should
be notified.

(9) Knowingly misusing acertificate of mailing under § 1.8
of this subchapteror acertificate of “Express Mail” under § 1.10
of this subchapter.

(10) Violating the duty of candor or good faith require-
ments of § 1.56(a) of this subchapter.
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(11)Knowingly filing, or causing to be filed, an application
which is subject to being stricken under § 1.56(c) of this
subchapter,

(12) Knowingly filing, or causing to be filed, a frivolous
complaint alleging a violation by a practitioner of the Patentand
Trademark Office Code of Professional Responsibility.

(13) Knowingly preparing or prosecuting or providing
assistance in the preparation or prosecution of a patent applica-
tion in violation of an undertaking signed under § 10.10(b).

(14) Knowingly failing to advise the Director in writing of
any change which would preclude continued registration under
§ 10.6.

(15) Knowingly signing a paper filed in the Office in
violation of the provisions of § 10.18 or making a scandalous or
indecent statement in a paper filed in the Office.

(16) Willfully refusing to reveal or report knowledge or evi-
dence to the Director contrary to § 10.24 or paragraph (b) of §
10.131.

(17) Representing before the Office in a patent case eithera
joint venture comprising an inventorand an invention developer
oraninventor referred to the registered practitioner by aninven-
tion developer when (i) the registered practitioner knows, or has
been advised by the Office, that a formal complaint filed by a
federal or state agency, based on any violation of any law
relating to securities, unfair methods of competition, unfair or
deceptive acts or practices, mail fraud, or other civil or criminal
conduct, is pending before a federal or state court or federal or
state agency, or has been resolved unfavorably by such court or
agency, against the invention developer in connection with
invention development services and (ii) the registered practitio-
ner fails to fully advise the inventor of the existence of the
pending complaint or unfavorable resolution thereof prior to
undertaking or continuing representation of the joint venture or
inventor. “Invention developer” means any person, and any
agent, employee, officer, partner, or independent contractor
thereof, who is not a registered practitioner and who advertises
invention development services in media of general circulation
or whoenters into contracts for invention development services
with customers as a result of such advertisement. “Invention
development services” means acts of invention development
required or promised to be performed, or actually performed, or
both, by an invention developer for a customer. “Invention
development” means the evaluation, perfection, marketing,
brokering, or promotion of an invention ¢n behalf of a customer
by an invention developer, including a patent search, prepara-
tion of a patent application, or any other actdone by aninvention
developer for consideration toward the end of procuring or
attempting to procure a license, buyer, or patent for an inven-
tion. “Customer” means any individual who has made an
invention and who enters into a contract for invention develop-
ment services with an invention developer with respect to the
invention by which the inventor becomes obligated to pay the
invention developer less than $5,000 (not to include any addi-
tional sums which the invention developer is to receive as a
result of successful development of the invention). “Contract
for invention development services™ means a contract forinven-
tion development services with an invention developer with
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respect to an invention made by a customer by which the
inventor becomes obligated to pay the invention developer less
than $5,000 (not to include any additional sums which the
invention developer is to receive as a result of successful
development of the invention).

(18) In the absence of information sufficient to establish a
reasonable belief that fraud or inequitable conduct has occurred,
alleging before a tribunal that anyone has committed a fraud on
the Office or engaged in inequitable conduct in a proceeding
before the Office.

(19) Action by an employee of the Office contrary to the
provisions set forth in § 10.10(c).

(20) Knowing practice by a Government employee con-
trary to applicable Federal conflict of interest laws, or regula-
tions of the Department, agency or commission employing said
individual.

{d) A practitioner who acts with reckless indifference to
whether a representation is true or false is chargeable with
knowledge of its falsity. Deceitful statements of half-truths or
concealment of material facts shall be deemed actual fraud
Wwithin the meaning of this part.

[Added SOFR 5175, Feb. 6, 1985, effective Mar. 8, 1985; amended
50 FR 25073, June 17, 1985; 50 FR 25980, June 24, 1985; paras.
(c)(13), (19) & (20), 53 FR 33950, Oct. 4, 1988, effective Nov. 4, 1988;
~gorrected 53 FR 41278, Oct. 20, 1988]

§ 10.24 Disclosure of information to authorities.
(a) A practitioner possessing unprivileged knowledge of a
violation of a Disciplinary Rule shall report such knowledge to

~the Director.

(b) A practitioner possessing unprivileged knowledge or
evidence concerning another practitioner, employee of the
Office, or a judge shall reveal fully such knowledge or evidence
upon proper request of a tribunal or other authority empowered
to investigate or act upon the conduct of practitioners, employ-
ees of the Office, or judges.

[OMB Control No. 0651-0017.]

[Added 50 FR 5176, Feb. 6, 1985, effective Mar. 8, 1985]

§§ 10.25 - 10.29 [Reserved]

§ 10.30 Canon 2.

A practitioner should assist the legal profession in fulfilling
its duty to make legal counsel available.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.31 Communications concerning a practitioner’s
services.

(a) No practitioner shall with respect to any prospective
business before the Office, by word, circular, letter, or advertis-
ing, with intent to defraud in any manner, deceive, mislead, or
threaten any prospective applicant or other person having
immediate or prospective business before the Office.

(b) A practitioner may not use the name of a Member of
either House of Congress or of an individual in the service of the

" United States in advertising the practitioner’s practice before

;the Office.
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(c) Unless authorized under § 10.14(b), a non-lawyer prac-
titioner shall not hold himself or herself out as authorized 0
practice before the Office in trademark cases.

(d) Unless a practitioner is an attorney, the practitioner shall
not hold himself or herself out:

(1) To be an attomey or lawyer or
(2) Asauthorized to practice before the Office in non-patent

and trademark cases.
[Added 50 FR 5177, Feb. 6, 1988, effective Mar. 8, 1985]

§ 10.32 Advertising.

(a) Subject to § 10.31, a practitioner may advertise services
through public media, including a telephone directory, legal
directory, newspaper, or other periodical, radio, or television, or
through written communications not involving solicitation as
defined by § 10.33.

(b) A practitioner shall not give anything of value to aperson
for recommending the practitioner’s services, except that a
practitioner may pay the reasonable cost of advertising or
written communication permitted by this section and may pay
the usual charges of a not-for-profit lawyer referral service or
other legal service organization.

(c) Any communication made pursuant to this section shall
include the name of at least one practitioner responsible for its

content.
[Added S0 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.33 Direct contact with perspective clients,

A practitioner may not solicit professional employment
from a prospective client with whom the practitioner has no
family or prior professional relationship, by mail, in-person or
otherwise, whena significant motive for the practitioner’s doing
so is the practitioner’s pecuniary gain under circumstances
evidencing undue influence, intimidation, or overreaching. The
term “solicit” includes contact in person, by telephone or
telegraph, by letter or other writing, or by other communication
directed to a specific recipient, but does not include letters
addressed or advertising circulars distributed generally to per-
sons not specifically known to need legal services of the kind
provided by the practitioner in a particular manner, but who are
so situated that they might in general find such services useful.

[Added 50 FR 5177, Feb.6, 1985, effective Mar. 8, 1985]

§ 10.34 Communications of fields of practice.

A registered practitioner may state or imply that the practi-
tioner is a specialist as follows:

(a) Aregistered practitioner who is an attorney may use the
designation “Patents,” “Patent Attorney,” “Patent Lawyer,”
“Registered Patent Attorney,” or a substantially similar desig-
nation.

(b) A registered practitioner who is not an attorney may use
the designation “Patents,” “Patent Agent,” “Registered Patent
Agent,” or a substantially similar designation, except that any
practitioner who was registered prior to November 15, 1938,
may refer to himself or herself as a “patent attorney.”

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]
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§ 10.35 Firm names and letterheads.

(a) A practitioner shall not use a firm name, letterhead, or
other professional designation that violates § 10.31. A trade
name may be used by a practitioner in private practice if it does
not imply a current connection with a government agency or
with a public or charitable legal services organization and is not
otherwise in violation of § 10.31.

(b) Practitioners may state or imply that they practice in a
partnership or other organization only when that is the fact.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8§, 1985]

§ 10.36 Fees for legal services.

(a) A practitioner shall not enter into an agreement for,
charge, or collect an illegal or clearly excessive fee.

(b) A fee is clearly excessive when, after a review of the
facts, a practitioner of ordinary prudence would be left with a
definite and firm conviction that the fee is in excess of a
reasonable fee. Factors to be considered as guides in determin-
ing the reasonableness of a fee include the following:

(1) The time and labor required, the novelty and difficulty
of the guestions involved, and the skill requisite to perform the
legal service properly.

(2) The likelihood, if apparent to the client, that the accep-
tance of the particular employment will preclude other employ-
ment by the practitioner.

(3) The fee customarily charged for similar legal services.

(4) The amount involved and the results obtained.

(5) The time limitations imposed by the client or by the
circimstances.

(6) The nature and length of the professional relationship
with the client.

(7) The experience, reputation, and ability of the practitio-
ner or practitioners performing the services.

(8) Whether the fee is fixed or contingent.

{Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.37 Division of fees among practitioners.

(a) A practitionershall not divide a fee forlegal services with
another practitioner who is not a partner in or associate of the
practitioner’s law firm or law office, unless:

(1) The client consents to employment of the other practi-
tioner after a full disclosure that a division of fees will be made.

(2) The division is made in proportion to the services per-
formed and responsibility assumed by each.

(3) The total fee of the practitioners does not clearly exceed
reasonable compensation for all legal services rendered to the
client.

(b) This section does not prohibit payment to a former
partner or associate pursuant to a separation or retirement
agreement.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.38 Agreements restricting the practice of a
practitioner,

(a) A practitioner shall not be a party to or participate in a
partnershipor employment agreement with another practitioner
that restricts the right of a practitioner to practice before the
Office after the termination of a relationship created by the
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agreement, except as a condition to payment of retirement
benefits.

(b) In connection with the settlement of a controversy or suit,
a practitioner shall not enter into an agreement that restricts the
practitioner’s right to practice before the Office.

{Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.39 Acceptance of employment.

A practitioner shall not accept employment on behalf of a
person if the practitioner knows or it is obvious that such person
wishes to:

(a) Bring a legal action, commence a proceeding before the
Office, conduct a defense, assert a position in any proceeding
pending before the Office, or otherwise have steps taken for the
person, merely for the purpose of harassing or maliciously
injuring any other person.

(b) Presentaclaim or defense in litigation or any proceeding
before the Office that it is not warranted under existing law,
unless it can be supported by good faith argument for an
extension, modification, or reversal of existing law.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.40 Withdrawal from employment.

(a) A practitioner shall not withdraw from employment in a
proceeding before the Office without permission from the
Office (see §§ 1.36 and 2.19 of this subchapter). In any event, a
practitioner shall not withdraw from employment until the
practitioner has taken reasonable steps to avoid foreseeable
prejudice to the rights of the client, including giving due notice
to his or her client, allowing time for employment of another
practitioner, delivering to the client all papers and property to
which the client is entitled, and complying with applicable laws
andrules. A practitioner who withdraws from employment shall
refund promptly any part of a fee paid in advance that has not
been earned.

(b)Mandatory withdrawal. A practitioner representing a
client before the Office shall withdraw from employment if:

(1) The practitioner knows or it is obvious that the client is
bringing a legal action, commencing a proceeding before the -
Office, conducting a defense, or asserting a position in litigation
or any proceeding pending before the Office, or is otherwise
having steps taken for the client, merely for the purpose of
harassing or maliciously injuring any person;

(2) The practitioner knows or it is obvious that the
practitioner’s continued employment will result in violation of
a Disciplinary Rule;

(3) The practitioner’s mental or physical condition renders
it unreasonably difficult for the practitioner to carry out the
employment effectively; or

(4) The practitioner is discharged by the client.

(c) Permissive withdrawal. If paragraph (b) of this section
is not applicable, a practitioner may not request permission to
withdraw in matters pending before the Office unless such
request or such withdrawal is because:

(1) The petitioner’s client:

(i) Insists upon presenting a claim or defense that is not
warranted under existing law and cannot be supported by good
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faith argument for an extension, modification, or reversal of
existing law;

(ii) Personally seeks to pursue an illegal course of con-
duct;

(iii) Insiststhat the practitioner pursue a course of conduct
that is illegal or that is prohibited under a Disciplinary Rule;

(iv) By other conduct renders it unreasonably difficult for
the practitioner to carry out the employment effectively;

(v) Insists, in a matter not pending before a tribunal, that
the practitioner engage in conduct that is contrary to the judg-
ment and advice of the practitioner but not prohibited under the
Disciplinary Rule; or

(vi) Has failed to pay one or more bills ren.dered by the
practitioner for an unreasonable period of time or has failed o
honor an agreement to pay aretainer in advance of the perform-
ance of legal services.

(2) The practitioner’s continued employment is likely to
result in a violation of a Disciplinary Rule;
(3) The practitioner’s inability to work with co-counsel
indicates that the best interests of the client likely will be served
« by withdrawal;
(4) The practitioner’s mental or physical condition renders
itdifficult for the practitioner to carry out the employment effec-
_tively;
~  (5) The practitioner’s client knowingly and freely assents
to termination of the employment; or

(6) The practitioner believes in good faith, in a proceeding

pending before the Office, that the Office will find the existence

- - of other good cause for withdrawal.

- [Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985]
§§ 10.41 - 10.45 [Reserved]

§ 10.46 Canon 3.

A practitioner should assist in preventing the unauthorized
practice of law.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.47 Aiding unauthorized practice of law.

(a) A practitioner shall not aid a non-practitioner in the
unauthorized practice of law before the Office.

() A practitioner shall not aid a suspended or excluded
practitioner in the practice of law before the Office.

(c) A practitioner shall not aid a non-lawyer in the
unauthorized practice of law.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985}

§ 10.48 Sharing legal fees.

A practitioner or a firm of practitioners shall not share legal
fees with a non-practitioner except that:

(a) An agreement by a practitioner with the practitioner’s
firm, partner, or associate may provide for the payment of
money, over areasonable period of time after the practitioner’s
death, to the practitioner’s estate or to one or more specified

- persons.

(b) A practitioner who undertakes to complete unfinished
fegal business of a deceased practitioner may pay 1o the estate
of the deceased practitioner that proportion of the total compen-
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sation which fairly represents the services rendered by the
deceased practitioner.

(c) A practitioner or firm of practitioners may include non-
practitioner employees in a compensation or retirement plan,
even though the plan is based in whole or in part on a profit-
sharing arrangement, providing such plan does not circumvent

another Disciplinary Rule.
[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.49 Forming a partnership with a non-
practitioner.

A practitioner shali not form a partnership with a non-prac-
titioner if any of the activities of the partnership consist of the
practice of patent, trademark, or other law before the Office.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985]

§§ 10.50 - 10.55 [Reserved]
§ 10.56 Canon 4.

A practitioner should preserve the confidences and secrets
of a client.
[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.57 Preservation of confidences and secrets of a
client.

(a) “Confidence” refers to information protected by the
attorney-client or agent-client privilege under applicable law.
“Secret” refers 1o the other information gained in the profes-
sional relationship that the client has requested be held inviolate
or the disclosure of which would be embarrassing or would be
likely to be detrimental to the client.

(b) Except when permitted under paragraph (c) of this
section, a practitioner shall not knowingly:

(1) Reveal a confidence or secret of a client.

(2) Use a confidence or secret of a client to the disadvan-
tage of the client.

(3) Usea confidence or secret of a client for the advantage
of the practitioner or of a third person, unless the client consents
after full disclosure.

(c) A practitioner may reveal:

(1) Confidences or secrets with the consent of the client
affected but only after a full disclosure to the client.

(2) Confidences or secrets when permitted under Discipli-
nary Rules or required by law or court order.

(3) The intention of a client to commit a crime and the
information necessary to prevent the crime.

(4) Confidences or secrets necessary 10 establish or collect
the practitioner’s fee or to defend the practitioner or the
practitioner’s employees or associates against an accusation of
wrongful conduct.

(d) A practitioner shall exercise reasonable care to prevent
the practitioner’s employees, associates, and others whose
services are utilized by the practitioner from disclosing or using
confidences or secrets of a client, except that a practitioner may
reveal the information allowed by paragraph (c) of this section
through an employee.

[Added S0 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985]
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§8 10.58 - 10.60 [Reserved]

§ 10.61 Canon S.
A practitioner should exercise independent professional

judgment on behalf of a client.
{Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.62 Refusing employment when the interest of the
practitioner may impair the practitioner’s
independent professional judgment.

(a) Except with the consent of a client after full disclosure,
apractitioner shall not accept employment if the exercise of the
practitioner’s professional judgment on behalf of the client will
be or reasonably may be affected by the practitioner’s own
financial, business, property, or personal interests.

(b) A practitioner shall not accept employment in a proceed-
ing before the Office if the practitioner knows or it is obvious
that the practitioner or another practitioner in the practitioner’s
firm ought to sign an affidavit to be filed in the Office or be
called as a witness, except that the practitioner may undertake
the employment and the practitioner or another practitioner in
the practitioner’s firm may testify:

(1), If the testimony will relate solely to an uncontested
matter.

(2) If the testimony will relate solely to amatter of formality
and there is no reason to believe that substantial evidence will
be offered in opposition to the testimony.

(3 If the testimony willrelate solely to the nature and value
of legdl services rendered in the case by the practitioner or the
practitioner’s firm to the client.

(4) As to any matter, if refusal would work a substantial
hardship on the client because of the distinctive value of the
practitioner or the practitioner’s firm as counsel in the particular
case.

{Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.63 Withdrawal when the practitioner becomes
a witness.

(a) If, after undertaking employment in a proceeding in the
Office, a practitioner learns or it is obvious that the practitioner
oranother practitioner in the practitioner’s firm ought to sign an
affidavit to be filed in the Office or be called as a witness on
behalf of a practitioner’s client, the practitioner shall withdraw
from the conduct of the proceeding and the practitioner’s firm,
if any, shall not continue representation in the proceeding,
except that the practitioner may continue the representation and
the practitioner or another practitioner in the practitioner’s firm
may testify in the circumstances enumerated in paragraphs (1)
through (4) of § 10.62(b).

(b) If, after undertaking employment in a proceeding before
the Office, a practitioner leams or it is obvious that the practi-
tioner or another practitioner in the practitioner’s firm may be
asked to sign an affidavit to be filed in the Office or be called as
a witness other than on behalf of the practitioner’s client, the
practitioner may continue the representation until it is apparent
that the practitioner’s affidavit or testimony is or may be
prejudicial to the practitioner’s client.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]
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§ 10.64 Avoiding acquisition of interest in litigation or
proceeding before the Office.

*(a) A practitioner shall not acquire a proprietary interestin
the subject matter of a proceeding before the Office which the
practitioner is conducting for a client, except that the practitio-
ner may:

(1) Acquire a lien granted by law to secure the practitioner’s
fee or expenses; or

(2) Contract with a client for areasonable contingent fee; or

(3) In a patent case, take an interest in the patent as part or
all of his or her fee.

(b) While representing a client in connection with a contem-
plated or pending proceeding before the Office, a practitioner
shall not advance or guarantee financial assistance to a client,
except that a practitioner may advance or guarantee the ex-
penses of going forward in a proceeding before the Office
including fees required by law to be paid to the Office, expenses
of investigation, expenses of medical examination, and costs of
obtaining and presenting evidence, provided the client remains
ultimately liable for such expenses. A practitioner may, how-
ever, advance any fee required to prevent or remedy an aban-
donment of aclient’s application by reason of an act or omission
attributable to the practitioner and not to the client, whether or
not the client is ultimately liable for such fee.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.65 Limiting business relations with a client.

A practitioner shall not enter into a business transaction with
a client if they have differing interests therein and if the client
expects the practitioner to exercise professional judgment
therein for the protection of the client, unless the client has
consented after full disclosure.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.66 Refusing to accept or continue employment
if the interests of another client may impair
the independent professional judgment of the
practitioner.

(a) A practitioner shall decline proffered employment if the
exercise of the practitioner’s independent professional judg-
ment in behalf of a client will be or is likely to be adversely
affected by the acceptance of the proffered employment, or if it
would be likely to involve the practitioner in representing
differing interests, except to the extent permitted under para-
graph (c) of this section.

(b) A practitioner shall not continue multiple employment if
the exercise of the practitioner’s independent professional judg-
ment in behalf of a client will be or is likely to be adversely
affected by the practitioner’srepresentation of another client, or
if it would be likely to involve the practitioner in representing
differing interests, except to the extent permitted under para-
graph (¢) of this section.

(c) Inthe situations covered by paragraphs (a) and (b) of this
section a practitioner may represent multiple clients if it is
obvious that the practitioner can adequately represent the inter-
est of each and if each consents to the representation after full
disclosure of the possible effect of such representation on the
exercise of the practitioner’s independent professional judg-
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ment on behalf of each,

(d) If a practitioner is required to decline employment or to
withdraw from employment under a Disciplinary Rule, no
partner, or associate, or any other practitioner affiliated with the
practitioner or the practitioner’s firm, may accept or continue
such employment unless otherwise ordered by the Director or

Commissioner.
[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985}

§ 10.67 Settling similar claims of clients.

A practitioner who represents two or more clients shall not
make or participate in the making of an aggregate settlement of
the claims of or against the practitioner’s clients, unless each
client has consented to the settlement after being advised of the
existence and nature of all the claims involved in the proposed
settlement, of the total amount of the settlement, and of the
participation of each person in the settlement.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.68 Avoiding influence by others than the client.
(a) Except with the consent of the practitioner’s client after
* full disclosure, a practitioner shall not:

(1) Accept compensation from one other than the

practitioner’s client for the practitioner’s legal services to or for
“the client.

(2) Accept from one other than the practitioner’s client any
thing of value related to the practitioner’s representation of or
the practitioner’s employment by the client.

) (b) A practitioner shall not permit a person who recom-

~mends, employs, or pays the practitioner to render legal services

for another, to direct or regulate the practitioner’s professional
judgment in rendering such legal services.

(¢) A practitioner shall not practice with or in the form of a
professional corporation or association authorized to practice
law for a profit, if a non-practitioner has the right to direct or
control the professional judgment of a practitioner.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985}

§68 10.69 - 10.75 [Reserved]

§ 10.76 Canon 6.
A practitioner should represent a client competently.
[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985}

$ 10.77 Failing to act competently.

A practitioner shall not:

(a) Handle a legal matter which the practitioner knows or
should know that the practitioner is not competent to handle,
without associating with the practitioner another practitioner
who is competent to handle it

(b) Handle alegal matter without preparation adequate in the
circumstances.

(c) Neglect a legal matter entrusted to the practitioner.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985}

$ 10.78 Limiting lability to client.
. A practitioner shall not attempt to exonerate himself or
herself from, or limit his or her liability to, a client for his or her
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personal malpractice.
{Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

§§ 10,79 - 10.82 [Reserved]

§ 10.83 Canon 7.

A practitioner should represent a client zealously within the
bounds of the law.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.84 Representing a client zealously.
(a) A practitioner shall not intentionally:

(1) Fail to seek the lawful objectives of a client through
reasonable available means permitted by law and the Discipli-
nary Rules, except as provided by paragraph (b) of this section.
A practitioner does not violate the provisions of this section,
however, by acceding to reasonable requests of opposing coun-
sel which do not prejudice the rights of the client, by being
punctual in fulfilling all professional commitments, by avoiding
offensive tactics, or by treating with courtesy and consideration
all persons involved in the legal process.

(2) Fail to carry out a contract of employment entered into
with a client for professional services, but a practitioner may
withdraw as permitted under §§ 10.40, 10.63, and 10.66.

(3) Prejudice or damage a client during the course of a
professional relationship, except as required under this part.

(b) In representation of a client, a practitioner may:

(1) Where permissible, exercise professional judgment to
waive or fail to assert a right or position of the client.

(2) Refuse to aid or participate in conduct that the practitio-
ner believes to be unlawful, even though there is some support
for an argument that the conduct is legal.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.85 Representing a client within the bounds of
the law.
(a) In representation of a client, a practitioner shall not:

(1) Initiate or defend any proceeding before the Office,
assert a position, conduct a defense, delay a trial or proceeding
before the Office, or take other action on behalf of the
practitioner’s client when the practitioner knows or when it is
obvious that such action would serve merely to harass or
maliciously injure another.

(2) Knowingly advance a claim or defense that is unwar-
ranted under existing law, except that a practitioner may ad-
vance such claim or defense if it can be supporied by good faith
argument for an extension, modification, or reversal of existing
law.

(3) Conceal or knowingly fail to disclose that which the
practitioner is required by law to reveal.

(4) Knowingly use perjured testimony or false evidence.

(5) Knowingly make a false statement of law or fact.

(6) Participate in the creation or preservation of evidence
when the practidoner knows or it is obvious that the evidence is
false.

(7) Counsel or assist a client in conduct that the practitioner
knows to be illegal or fraudulent.

(8) Knowingly engage in other illegal conduct or conduct
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contrary to a Disciplinary Rule,
(b) A practitioner who receives information clearly estab-
lishing that:

(1) A client has, in the course of the representation, perpe-
trated a fraud upon a person or tribunal shall promptly call upon
the client to rectify the same, and if the client refuses or is unable
to do so the practitioner shall reveal the fraud to the affected
person or tribunal.

(2) A person other than a client has perpetrated a fraud upon
a tribunal shall promptly reveal the fraud to the tribunal.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.86 [Reserved)

§ 10.87 Communricating with one of adverse interest.

During the course of representation of a client, a practitioner
shall not:

(a) Communicate or cause another to communicate on the
subject of the representation with a party the practitioner knows
to be represented by another practitioner in that matter unless the
practifioner has the prior consent of the other practitioner
representing such other party or is authorized by law to do so. It
isnotimproper, however, for a practitioner to encourage a client
to meet with an opposing party for settiement discussions.

(b) Give advice to a person who is not represented by a
practitioner other than the advice to secure counsel, if the
interests of such person are to have a reasonable possibility of
being in conflict with the interests of the practitioner’s client.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.88 Threatening criminal prosecution.

A practitioner shall not present, participate in presenting, or
threaten to present criminal charges solely to obtain an advan-
tage inany prospective or pending proceeding before the Office.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.89 Conduct in proceedings.

(a) A practitioner shall not disregard or advise a client to
disregard any provision of this Subchapter or a decision of the
Office made in the course of a proceeding before the Office, but
the practitioner may take appropriate steps in good faith to test
the validity of such provision or decision.

(b) In presenting a matter to the Office, a practitioner shail
disclose:

(1) Controlling legal authority known to the practitioner to
be directly adverse to the position of the client and which is not
disclosed by opposing counsel or an employee of the Office.

(2) Unless privileged or irrelevant, the identities of the
client the practitioner represents and of the persons who em-
ployed the practitioner.

(c) In appearing in a professional capacity before a tribunal,
a practitioner shall not:

(1) State or allude to any matter that the practitioner has no
reasonable basis to believe is relevant to the case or that will not
be sipported by admissible evidence.

(g) Ask any question that the practitioner has no reasonable
basis to believe is relevant to the case and that is intended to
degrade a witness or other person.
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(3) Assert the practitioner’s personal knowledge of the
facts in issue, except when testifying as a witness.

(4) Assert the practitioner’s personal opinion as © the
justness of a cause, as to the credibility of a witness, as to the
culpability of a civil litigant, oras to the guilt or innocence of an
accused; but the practitioner may argue, on the practitioner’s
analysis of the evidence, for any position or conclusion with
respect to the matters stated herein.

(5) Engage in undignified or discourteous conduct before
the Office (see § 1.3 of the subchapter).

(6) Intentionally or habitually violate any provision of this
subchapter or established rule of evidence.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

§§ 10.90-10.91 [Reserved]

§ 10.92 Contact with witnesses.

(a) A practitioner shall not suppress any evidence that the
practitioner or the practitioner’s client has a legal obligation to
reveal or produce.

(b) A practitioner shall not advise or cause a person o be
secreted or to leave the jurisdiction of a tribunal for the purpose
of making the person unavailable as a witness therein.

(c) A practitioner shall not pay, offer to pay, or acquiesce in
payment of compensation to a witness contingent upon the
contentof the witness’ affidavit, testimony or the outcome of the
case. But a practitioner may advance, guarantee, or acquiesce in
the payment of:

(1) Expenses reasonably incurred by a witness in attending,
testifying, or making an affidavit.

(2) Reasonable compensation to a witness for the witness®
loss of time in attending, testifying, or making an affidavit.

(3) A reasonable fee for the professional services of an

expert witness.
{Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985}

§ 10.93 Contact with officials.

(a) A practitioner shall not give or lend anything of value to
a judge, official, or employee of a tribunal under circumstances
which might give the appearance that the gift or loan is made to
influence official action.

(b) In an adversary proceeding, including any inter partes
proceeding before the Office, a practitioner shall not communi-
cate, or cause another to communicate, as to the merits of the
cause with a judge, official, or Office employee before whom
the proceeding is pending, except:

(1) In the course of official proceedings in the cause.

(2) In writing if the practitioner promptly delivers a copy
of the writing to opposing counsel or to the adverse party if the
adverse party is not represented by a practitioner.

(3) Orally upon adequate notice to opposing counsel or to
the adverse party if the adverse party is not represented by a
practitioner,

(4) As otherwise authorized by law.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

§§ 10.94 - 10.99 [Reserved]
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§ 10.100 Canon 8,
A practitioner should assist in improving the legal system.
{Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.101 Action as a public official.
(a) A practitioner who holds public office shall not:

(1) Use the practitioner’s public position to obtain, or
attempt to obtain, a special advantage in legislative matters for
the practitioner or for a client under circumstances where the
practitioner knows or it is obvious that such action is not in the
public interest,

(2) Use the practitioner’s public position to influence, or
attempt to influence, a tribunal to act in favor of the practitioner
or of a client.

(3) Accept any thing of value from any person when the
practitioner knows or it is obvious that the offer is for the
purpose of influencing the practitioner’s action as a public
official.

(b) A practitioner who is an officer or employee of the
United States shall not practice before the Office in patent cases
. except as provided in § 10.6(d).
[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.102 Statements concerning officials.
= (a) Apractitioner shall not knowingly make false statements
of fact concerning the gualifications of a candidate for election
or appointment to a judicial office or to a position in the Office.
(b) A practitioner shall not knowingly make false accusa-
_ tions against a judge, other adjudicatory officer, or employee of
. the Office.
[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8§, 1985]

§ 10.103 Practitioner candidate for judicial office.

A practitioner who is a candidate for judicial office shall
comply with applicable provisions of law.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

88 10.104 - 10.109 [Reserved]

§ 10.110 Canon 9.

A practitioner should avoid even the appearance of profes-
sional impropriety.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.111 Avoiding even the appearance of
impropriety.

(a) A practitioner shall not accept private employment in a
matter upon the merits of which he or she has acted in a judicial
capacity.

(b) A practitioner shall not accept private employment in a
matter in which he or she had personal responsibility while a
public employee.

) (c) Apractitioner shall not state or imply that the practitioner
is able to influence improperly or upon irrelevant grounds any
tribunal, legislative body, or public official.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]
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§ 10.112 Preserving identity of funds and property of
client.

(a) All funds of clients paid to a practitioner or a
practitioner’s firm, other than advances for costs and expenses,
shall be deposited in one or more identifiable bank accounts
maintained in the United States or, in the case of a practitioner
having an office in a foreign country or registered under §
10.6(c), in the United States or the foreign country.

(b) . No funds belonging to the practitioner or the
practitioner’s firm shall be deposited in the bank accounts
required by paragraph (a) of this section except as follows:

(1) Funds reasonably sufficient to pay bank charges may be
deposited therein.

(2) Funds belonging in part to a client and in part presently
or potentially to the practitioner or the practitioner’s firm must
be deposited therein, but the portion belonging to the practitio-
ner or the practitioner’s firm may be withdrawn when due unless
the right of the practitioner or the practitioner’s firm to receive
it is disputed by the client, in which event the disputed portion
shall not be withdrawn until the dispute is finally resolved.

(c) A practitioner shall:

(1) Promptly notify a client of the receipt of the client’s
funds, securities, or other properties.

(2) Identify and label securities and properties of a client
promptly upon receipt and place them in a safe deposit box or
other place of safekeeping as soon as practicable.

(3) Maintain complete records of all funds, securities, and
other properties of a client coming into the possession of the
practitioner and render appropriate accounts to the client re-
garding the funds, securities, or other properties.

(4) Promptly pay or deliver to the client as requested by a
client the funds, securities, or other properties in the possession
of the practitioner which the client is entitled to receive.

[OMB Control No. 0651-0017.]

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

§§10.113 - 10.129 [Reserved]

INVESTIGATIONS AND DISCIPLINARY
PROCEEDINGS

§ 10.130 Reprimand, suspension or exclusion.

(a) The Commissioner may, after notice and opportunity for
a hearing, (1) reprimand or (2) suspend or exclude, either gen-
erally orin any particular case, any individual, attorney, oragent
shown to be incompetent or disreputable, who is guilty of gross
misconduct, or who violates a Disciplinary Rule

(b) Petitions to disqualify a practitioner in ex parte or inter
partes cases in the Office are not governed by §§ 10.130 through
10.170 and will be handled on a case-by-case basis under such
conditions as the Commissioner deems appropriate.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.131 Investigations.
(a) The Director is authorized to investigate possible viola-
tions of Disciplinary Rules by practitioners. See § 10.2(b)(2).
(b) Practitioners shall report and reveal to the Director any
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§ 10.132

knowledge or evidence required by § 10.24. A practitioner shall
cooperate with the Director in connection with any investiga-
tion under paragraph (a) of this section and with officials of the
Office in connection with any disciplinary proceeding instituted
under § 10.132(b).

(c) Any non-practitioner possessing knowledge or informa-
tion concemning a violation of a Disciplinary Rule by a practitio-
ner may report the violation to the Director. The Director may

require that the report be presented in the form of an affidavit.
[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985)

§ 10.132 Initiating a disciplinary proceeding;
reference to an administrative law judge.

(a) If after conducting an investigation under § 10.131(a) the
Director is of the opinion that a practitioner has violated a
Disciplinary Rule, the Director shall, after complying where
necessary with the provisions of 5 U.S.C. 558(c), call a meeting
of the Committee on Discipline. The Committee on Discipline
shall then determine as specified in § 10.4(b) whethera discipli-
nary proceeding shall be instituted under paragraph (b) of this
section.

(b) If the Committee on Discipline determines that probable
cause exists to believe thata practitioner has violated a Discipli-
nary Rule, the Director shall institute a disciplinary proceeding
by filing a compiaint under § 10.134. The complaint shall be
filed in the Office of the Director. A disciplinary proceeding
may result in:

(1) A reprimand, or
(2) Suspension or exclusion of a practitioner from practice
before the Office.

(c) Upon the filing of a complaint under § 10.134, the
Commissioner will refer the disciplinary proceeding to an
administrative law judge.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985}

§ 10.133 Conference between Director and
practitioner; resignation.

(a) General. The Director may confer with a practitioner
concerning possible violations by the practitioner of a Discipli-
nary Rule whether or not a disciplinary proceeding has been
instituted.

(b) Resignation. Any practitioner who is the subject of an
investigation under § 10.131 or against whom a complaint has
been filed under § 10.134 may resign from practice before the
Office only by submitting with the Director an affidavit stating
his or her desire to resign.

(c) If filed prior to the date set by the administrative law
judge for a hearing, the affidavit shall state that:

(1) The resignation is freely and voluntarily proffered;

(2) The practitioner is not acting under duress or coercion
from the Office;

(3) The practitioner is fully aware of the implications of
filing the resignation;

(4) The practitioner is aware (i) of a pending investigation
or (ii) of charges arising from the complaint alleging that he or
she is guilty of a violation of the Patent and Trademark Office
Code of Professional Responsibility, the nature of which shall
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be set forth by the practitioner to the satisfaction of the Director;
(5) The practitioner acknowledges that, if and when he or

she applies for reinstatement under § 10.160, the Director will
conclusively presume, for the limited purpose of determining
the application for reinstatement, that:

(i) The facts upon which the complaint is based are true
and

(ii) The practitioner could not have successfully defended
himself or herself against (A) charges predicated on the viola-
tion under investigation or (B) charges set out in the complaint
filed against the practitioner.

(d) If filed on or after the date set by the administrative law
judge for a hearing, the affidavit shall make the statements
required by paragraphs (b) (1) through (4) of this section and
shall state that:

(1) The practitioner acknowledges the facts upon which the
complaint is based are true; and

(2) The resignation is being submitted because the practi-
tioner could not successfully defend himself or herself against
(i) charges predicated on the violation under investigation or (ii)
charges set out in the complaint.

(¢) When an affidavit under paragraphs (b) or (c) of this
section is received while an investigation is pending, the
Commissioner shall enter an order excluding the practitioner
“on consent.” When an affidavit under paragraphs (b) or (c) of
this sectionisreceived afteracomplaint under § 10.134 hasbeen
filed, the Director shall notify the administrative law judge. The
administrative law judge shall enter an order transferring the
disciplinary proceeding to the Commissioner and the Commis-
sioner shall enter an order excluding the practitioner “on con-
sent.”

(f) Any practitioner who resigns from practice before the
Office under this section and who intends to reapply for admis-
sion to practice before the Office must comply with the provi-
sions of § 10.158.

(g) Settlement. Before or after a complaint is filed under §
10.134, a settlement conference may occur between the Direc-
tor and a practitioner for the purpose of settling any disciplinary
matter. If an offer of settlement is made by the Director or the
practitioner and is not accepted by the other, no reference to the
offer of settlement or its refusal shall be admissible in evidence
in the disciplinary proceeding unless both the Director and the
practitioner agree in writing.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1983]

§ 10.134 Complaint.
(a) A complaint instituting a disciplinary proceeding shall:
(1) Name the practitioner, who may then be referred to as
the “respondent.”
(2) Give a plain and concise description of the alleged
violations of the Disciplinary Rules by the practitioner.
(3) State the place and time for filing an answer by the
respondent.
(4) State that a decision by default may be entered against
the respondent if an answer is not timely filed.
(5) Be signed by the Director.
(b) A compliant will be deemed sufficient if it fairly informs
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the respondent of any violation of the Disciplinary Rules which
form the basis for the disciplinary proceeding so that the

respondent is able to adequately prepare a defense.
[Added 50 FR 5182, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.135 Service of complaint.
(a) A complaint may be served on a respondent in any of the
following methods:

(1) By handing a copy of the complaint personally to the
respondent, in which case the individual handing the complaint
to the respondent shall file an affidavit with the Director
indicating the time and place the complaint was handed to the
respondent.

(2) By mailing a copy of the complaint by “Express Mail”
or first-class mail to:

(i) A registered practitioner at the address for which
separate notice was last received by the Director or

(ii) A non-registered practitioner at the last address for the
respondent known to the Director.

(3) By any method mutually agreeable to the Director and
the respondent.

‘  (b) If acomplaint served by mail under paragraph (a)(2) of
this section is returned by the U.S. Postal Service, the Direcior
shall mail a second copy of the complaint to the respondent. If

~the second copy of the complaint is also returned by the U.S.
Postal Service, the Director shall serve the respondent by
publishing an appropriate notice in the Official Gazette for four
consecutive weeks, in which case the time for answer shall be at
least thirty days from the fourth publication of the notice.

(c) If arespondent is a registered practitioner, the Director

" may serve simultaneously with the complaint a letter under §
10.11(b). The Director may require the respondent to answer the
§ 10.11(b) letter within a period of not less than 15 days. An
answer to the § 10.11(b) letter shall constitute proof of service.
If the respondent fails to answer the § 10.11(b) letter, his or her
name will be removed from the register as provided by §
10.11(b).

(d) If the respondent is represented by an attorney under §
10.140(a), a copy of the complaint shall also be served on the

attorney.
[Added 50 FR 5183, Feb. 6, 1985, effective Mar. 8, 1985)

§ 10.136 Answer to complaint.

(@) Time for answer. Ananswer to acomplaint shall be filed
within a time set in the complaint which shall be not less than
thirty days.

(b)With whom filed, The answer shall be filed in writing
with the administrative law judge. The time for filing an answer
may be extended once for a period of no more than thirty days
by the administrative law judge upon a showing of good cause
provided amotion requesting an extension of time is filed within
thirty days after the date the complaint is filed by the Director.
A copy of the answer shali be served on the Director.

(c) Content. The respondent shall include in the answer a
statement of the facts which constitute the grounds of defense
and shall specifically admit or deny each allegation set forth in
the complaint. The respondent shall not deny a material allega-
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tion in the complaint which the sespondent knows (o be true or
state that respondent is without sufficient information to form a
belief as to the truth of an allegation when in fact the respondent
possesses that information. The respondent shall also state
affirmatively special matters of defense.

(d) Failure to deny allegations in complaint. Every allega-
tion in the complaint which is not denied by a respondent in the
answer is deemed to be admitted and may be considered proven.
No further evidence in respect of that allegation need be re-
ceived by the administrative law judge at any hearing. Failure
to timely file an answer will constitute an admission of the
allegations in the complaint.

(e) Reply by the Director. Noreply to an answer is required
by the Director and any affirmative defense in the answer shall
be deemed to be denied. The Director may, however, file areply
if he or she chooses orif ordered by the administrative law judge.

[Added S0FR 5183, Feb. 6, 1985, effective Mar. 8, 1985; amended
50 FR 25073, June 17, 1985, ]

§ 10.137 Suppiemental complaint.
False statements in an answer may be made the basis of a

supplemental complaint.
[Added 50 FR 5183, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.138 Contested case.

Upon the filing of an answer by the respondent, a discipli-
nary proceeding shall be regarded as a contested case within the
meaning of 35 U.S.C. 24. Evidence obtained by a subpoena
issued under 35 U.S.C. 24 shall not be admitted into the record
or considered unless leave to proceed under 35 U.S.C. 24 was
previously authorized by the administrative law judge.

[Added 50 FR 5183, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.139 Administrative law judge; appointment;
responsibilities; review of interlocutory
orders; stays.

(a) Appointment. An administrative law judge, appointed
under 5 U.S.C. 3105, shall conduct disciplinary proceedings as
provided by this part.

(b) Responsibilities. The administrative law judge shall
have authority to:

(1) Administer oaths and affirmations;

(2) Make rulings upon motions and other requests;

(3) Rule upon offers of proof, receive relevant evi-
dence, and examine witnesses;

(4) Authorize the taking of a deposition of a witness in
lieu of personal appearance of the witness before the adminis-
frative law judge;

(5) Determine the time and place of any hearing and
regulate its course and conduct;

(6) Hold or provide for the holding of conferences to
settle or simplify the issues.

(7) Receive and consider oral or written arguments on
facts and law;

(8) Adopt procedures and modify procedures from time to
time as occasion requires for the orderly disposition of proceed-
ings;

(9) Make initial decisions under § 10.154; and
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(10) Perform acts and take measures as necessary to pro-
mote the efficient and timely conduct of any disciplinary pro-
ceeding.

(c) Time for making initial decision. The administrative law
judge shall set times and exercise control over a disciplinary
proceeding such that an initial decision under § 10.154 is
normally issued within six months of the date a complaint is
filed. The administrative law judge may, however, issue an
initial decision more than six months after a complaint is filed
if in his or her opinion there exist unusual circumstances which
preclude issuanice of an initial decision within six months of the
filing of the complaint.

(d) Review of interlocutory orders. An interlocutory order
of an administrative law judge will not be reviewed by the
Commissioner except:

(1) when the administrative law judge shall be of the
opinion (i) that the interlocutory order involves a controlling
question of procedure or law as to which there is a substantial
ground for a difference of opinion and (ii) that an immediate
decision by the Commissioner may maierially advance the
ultimate termination of the disciplinary proceeding; or

(2) in an extraordinary situation where justice requires
review.

(e)-Stays pending review of interlocutory order. If the Di-
rector or arespondent seeks review of an interlocutory order of
an administrative law judge under paragraph (b)(2) of this
section, any time period set for taking action by the administra-
tive law judge shall not be stayed unless ordered by the Commis-
sioner or the administrative law judge.

[Added 50 FR 5183, Feb. 6, 1985, effective Mar. 8, 1985; amended
50 FR 25073, June 17, 1985]

§ 10.140 Representative for Director or respondent.

(a) A respondent may be represented before the Office in
connection with an investigation or disciplinary proceeding by
an attomey. The attorney shall file a written declaration that he
or she is an attorney within the meaning of § 10.1(c) and shall
state:

(1) The address to which the attorney wants correspon-
dence related to the investigation or disciplinary proceeding
sent; and

(2) Atelephone number where the attorney may be reached
during normal business hours.

(b) The Commissioner shall designate at least two associate
solicitors in the Office of the Solicitor to act as representatives
for the Director in disciplinary proceedings. In prosecuting
disciplinary proceedings, the designated associate solicitors
shall not involve the Solicitor or the Deputy Solicitor. The
Solicitor and the Deputy Solicitor shall remain insulated from
the investigation and prosecution of all disciplinary proceed-
ings in order that they shall be available as counsel to the
Commissioner in deciding disciplinary proceedings.

[Added 50 FR 5183, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.141 Filing of papers.
(a) The provisions of § 1.8 of this subchapter do not apply
to disciplinary proceedings.
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(b) All papers filed after the complaint and prior to entry of
aninitial decision by the administrative law judge shall be filed
with the administrative law judge at an address or place desig-
nated by the administrative law judge. All papers filed after
entry of an initial decision by the administrative law judge shall
be filed with the Director. The Director shall promptly forward
to the Commissioner any paper which requires action under this
part by the Commissioner.

(¢) The administrative law judge or the Director may
provide for filing papers and other matters by hand or “Express
Mail.”

[Added 50 FR 5184, Feb. 6, 1985, effective Mar, 8, 1985]

§ 10.142 Service of papers.

(a) All papers other than a complaint shall be served on a
respondent represented by an attomey by:

(1) Delivering a copy of the paper to the office of the
attorney; or

(2) Mailing a copy of the paper by first-class mail or
“Express Mail” to the attorney at the address provided by the
attorney under § 10.140(a)(1); or

(3) Any other method mutually agreeable to the attorney
and a representative for the Director.

(b) All papers other than a complaint shall be served on a
respondent who is not represented by an attorney by:

(1) Delivering a copy of the paper to the respondent; or

(2) Mailing a copy of the paper by first-class mail or
“Express Mail” to the respondent at the address to which a
complaint may be served or such other address as may be
designated in writing by the respondent; or

(3) Any other method mutually agreeable to the respondent
and a representative of the Director.

(c) A respondent shall serve on the representative for the
Director one copy of each paper filed with the administrative
law judge or the Director. A paper may be served on the
representative of the Director by:

(1) Delivering a copy of the paper to the representative; or

(2) Mailing a copy of the paper by first-class mail or
“Express Mail” to an address designated in writing by the
representative; or

(3) Any other method mutually agreeable to the respondent
and the representative.

(d) Each paper filed in a disciplinary proceeding shaii
contain therein a certificate of service indicating:

(1) The date of which service was made; and

(2) The method by which service was made.

(e) Te administrative law judge or the Commissioner may
require that a paper be served by hand or by “Express Mail.”

(f) Service by mail is completed when the paper mailed in
the United States is placed into the custody of the U.S. Postal
Service,

[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.143 Motions.

Motions may be filed with the administrative law judge. The
administrative law judge will determine on a case-by-case basis
the time period for response to a motion and whether replies to
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responses will be authorized. No motion shall be filed with the
administrative law judge unless such motion is supported by a
written statement by the moving party that the moving party or
attorney for the moving party has conferred with the opposing
party or attorney for the opposing party in an effort in good faith
to resolve by agrezament the issues raised by the motion and has
been unable to reach agreement. If issues raised by a motion are
resolved by the parties prior to a decision on the motion by the
administrative law judge, the parties shall promptly notify the
administrative law judge.
[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.144 Hearings.

(a) The administrative law judge shall preside at hearingsin
disciplinary proceedings. Hearings will be stenographically
recorded and transcribed and the testimony of witnesses will be
received under oath or affirmation. The administrative law
judge shall conduct hearings in accordance with 5 U.S.C. 556.
A copy of the transcript of the hearing shall become part of the
record. A copy of the transcript shall be provided to the Director
and the respondent at the expense of the Office.

(b) If the respondent to a disciplinary proceeding fails to
appear at the hearing after a notice of hearing has been given by
the administrative law judge, the adminisirative law judge may
deem the respondent to have waived the right to a hearing and
may proceed with the hearing in the absence of the respondent.

(c) Ahearing under this section will not be open to the public
except that the Director may grant a request by a respondent to

- open his or her hearing to the public and make the record of the

disciplinary proceeding available for public inspection, pro-
vided, Agreement is reached in advance to exclude from public
disclosure information which is privileged or confidential under
applicable laws or regulations. If a disciplinary proceeding
results in disciplinary action against a practitioner, and subject
1o § 10.159(c), the record of the entire disciplinary proceeding,
including any settlement agreement, will be available for public
inspection.
[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.145 Proof; variance; amendment of pleadings.

In case of a variance between the evidence and the allega-
tions in a complaint, answer, or reply, if any, the administrative
iaw judge may order or authorize amendment of the complaint,
answer, or reply to conform to the evidence. Any party who
would otherwise be prejudiced by the amendment will be given
reasonable opportunity to meet the allegations in the complaint,
answer, or reply, as amended, and the administrative law judge
shall make findings on any issue presented by the complaint,
answer, or reply as amended.

[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8, 1985]

§6 10.146 - 10.148 [Reserved]
§ 10.149 Burden of proof.

In a disciplinary proceeding, the Director shall have the
burden of proving his or her case by clear and convincing
ewidence and a respondent shall have the burden of proving any
affirmative defense by clear and convincing evidence.
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[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.150 Evidence.

(a) Rules of evidence. The rules of evidence prevailing in
courts of law and equity are not controlling in hearings in
disciplinary proceedings. However, the administrative law
judge shall exclude evidence which is irrelevant, immaterial, or
unduly repetitious.

(b) Depositions. Depositions of witnesses taken pursuant to
§ 10.151 may be admitted as evidence.

(¢) Government documents. Official documents, records,
and papers of the Office are admissible without exirinsic evi-
dence of authenticity. These documents, records and papers
may be evidenced by a copy certified as correct by an employee
of the Office.

(d) Exhibits. If any document, record, or other paper is in-
troduced in evidence as an exhibit, the adminisirative law judge
may authorize the withdrawal of the exhibit subject to any
conditions the administrative law judge deems appropriate.

(e) Objections. Objectionsto evidence will be in short form,
stating the grounds of objection. Objections and nilings on
objections will be a part of the record. No exception to the ruling
is necessary to preserve the rights of the parties.

[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.151 Depositions.

(a) Depositions for use at the hearing in lieu of personal
appearance of a witness before the administrative law judge
may be taken by respondent or the Director upon a showing of
good cause and with the approval of, and under such conditions
as may be deemed appropriate by, the administrative law judge.
Depositions may be taken upon oral or written questions, upon
not less thanten days written notice to the other party, before any
officer authorized to administer an oath or affirmation in the
place where the deposition istobe taken. The requirement of ten
days notice may be waived by the parties and depositions may
then be taken of a witness at a time and place mutually agreed
to by the parties. When a depesition is taken upon written
questions, copies of the written questions will be served upon
the other party with the notice and copies of any written cross-
questions will be served by hand or “Express Mail” not less than
five days before the date of the taking of the deposition unless
the parties mutually agree otherwise. A party on whose behalf
a deposition is taken shall file a copy of a transcript of the
deposition signed by a court reporter with the administrative law
judge and shall serve one copy upon the opposing party. Ex-
penses for a court reporier and preparing, serving, and filing
depositions shall be borne by the party at whose instance the
deposition is taken.

(b) When the Director and the respondent agree in writing,
adeposition of any witness who will appear voluntarily may be
taken under such terms and conditions as may be mutually
agreeable to the Director and the respondent. The deposition
shall not be filed with the administrative law judge and may not
be admitted in evidence before the administrative law judge
unless he or she orders the deposition admitted in evidence. The
admissibility of the deposition shall lie within the discretion of
the administrative law judge who may reject the deposition on
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any reasonable basis including the fact that demeanor is in-
volved and that the witness should have been called to appear
personally before the administrative law judge.

[Added 50 FR 5185, Feb. 6, 1985, effective Mar, 8, 1985]

§ 10.152 Discovery.

Discovery shall not be authorized except as follows:

(a) After an answer is filed under § 10.136 and when a party
establishes in a clear and convincing manner that discovery is
necessary and relevant, the administrative law judge, under
such conditions as he or she deems appropriate, may order an
opposing party to:

(1) Answer a reasonable number of writien requests for
admission or interrogatories;

(2) Produce for inspection and copying a reasonable
number of documents; and

(3) Produce for inspection a reasonable number of things
other than documents.

(b) Discovery shall not be authorized under paragraph (a) of
this section of any matter which:

(1) Will be used by another party solely for impeachment
Or Cross-examination;

(2) Is not available to the party under 35 U.S.C.§ 122;

(3 Relates to any disciplinary proceeding commenced in
the Patent and Trademark Office prior to March 8, 1985;

(4) Relates to experts except as the administrative Iaw
judge may require under paragraph (e) of this section.

"(5) Is privileged; or

(6) Relates to mental impressions, conclusions, opinions,
or legal theories of any atiorney or other representative of a
party.

(¢) The administrative law judge may deny discovery re-
quested under paragraph (a) of this section if the discovery
sought:

(1) Will unduly delay the disciplinary proceeding;

(2) Will place an undue burden on the party required to
produce the discovery sought; or

(3) Isavailable (i) generally to the public, (ii) equally to the
parties; or (iii) to the party seeking the discovery through
another source.

(d) Priortoauthorizing discovery under paragraph (a) of this
section, the administrative law judge shall require the party
seeking discovery to file a motion (§ 10.143) and explain in
detail for each request made how the discovery sought is
necessary and relevant to an issue actually raised in the com-
plaint or the answer.

(e) The administrative law judge may require parties to file
and serve, prior to any hearing, a pre-hearing statement which
contains:

(1) Alist (together with a copy) of all proposed exhibits to
be used in connection with a party‘s case-in-chief,

(2) A list of proposed witnesses,

(3) As to each proposed expert witness:

*(i) An identification of the field in which the individual
will be qualified as an expert;

(ii) A statement as to the subject matter on which the
expert is expected to testify; and
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(iii) A statement of the substance of the facts and opinions
to which the expert is expected to testify,
(4) Theidentity of government employees who have inves-
tigated the case, and
(5) Copies of memoranda reflecting respondent’s own
statements to administrative representatives.

(f) Aftera witness testifies fora party, if the opposing party
requests, the party may be required to produce, prior to Cross-
examination, any written statement made by the witness.

[Added 50 FR 5185, Feb. 6, 1988, effective Mar. 8, 1985]

§ 10.153 |Proposed findings and conclusions; post-
hearing memorandum,

Exceptin cases when the respondent has failed to answer the
complaint, the administrative law judge, prior to making an
initial decision, shall afford the parties a reasonable opportunity
to submit proposed findings and conclusions and a post-hearing
memorandum in support of the proposed findings and conclu-
sions.

[Added 50 FR 5188, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.154 [Initial decision of administrative law judge.

(a) The administrative law judge shall make an initial
decision in the case. The decision will include (1) a statement
of findings and conclusions, as well as the reasons or basis
therefore with appropriate references to the record, upon all the
material issues of fact, law, or discretion presenied om ihe
record, and (2) an order of suspension or exclusion from
practice, an order of reprimand, or an order dismissing the
compliant. The adminisirative law judge shall file the decision
with the Director and shall transmit a copy to the representative
of the Director and to the respondent. In the absence of an appeal
to the Commissioner, the decision of the administrative law
judge will, without further proceedings, become the decision of
the Commissioner of Patents and Trademarks thirty (30) days
from the date of the decision of the administrative law judge.

(b) The initial decision of the administrative law judge shall
explain the reason for any penalty or reprimand, suspension or
exclusion. In determining any penalty, the following should
normally be considered:

(1) The public interest;

(2) The seriousness of the violation of the Disciplinary Rule;

(3) The deterrent effects deemed necessary;

(4) The integrity of the legal profession; and

(5) Any extenuating circumstances.

[Added SOFR 51885, Feb. 6, 1985, effective Mar. 8, 1985; amended
50 FR 25073, June 17, 1985,]

§ 10.155 Appeal to the Commissioner.

(a) Within thirty (30) days from the date of the initial
decision of the administrative law judge under § 10.154, either
party may appeal to the Commissioner. An appeal by the
respondent will be filed with the Director in duplicate and will
include exceptions to the decisions of the administrative law
judge and supporting reasons for those exceptions. If the Direc-
tor files the appeal, the Director shall serve a copy of the appeal.
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Within thirty (30) days after receipt of an appeal or copy thereof,
the other party may file a reply brief, in duplicate with the
Director, If the Director files the reply brief, the Director shall
serve a copy of the reply brief. Upon the filing of an appeal and
areply brief, if any, the Director shall transmit the entire record
to the Commissioner.

(b) The appeal will be decided by the Commissioner on the
record made before the administrative law judge.

(c) The Commissioner may order reopening of a discipli-
nary proceeding in accordance with the principles which govern
the granting of new trials. Any request to reopen a disciplinary
proceeding on the basis of newly discovered evidence must
demonstrate that the newly discovered evidence could not have
been discovered by due diligence.

[Added 50 FR 5185, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.156 Decision of the Commissioner.

(@) Anappeal from an initial decision of the administrative
law judge shall be decided by the Commissioner. The Commis-
sioner may affirm, reverse, or modify the initial decision or
remand the matter to the administrative law judge for such fur-
ther proceedings as the Commissioner may deem appropriate.
Entry of a decision by the Commissioner is a final agency action
in a disciplinary proceeding. In making a final decision, the
Commissioner shall review the record or these portions of the
record as may be cited by the parties in order to limit the issues.
The Commissioner shall transmit a copy of the final decision to
the Director and to the respondent.

(b) A final decision of the Commissioner may dismiss a
disciplinary proceeding, reprimand a practitioner, or may sus-
pend or exclude the practitioner from practice before the Office.

[Added 50 FR 5186, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.157 Review of Commissioner’s final decision.

(a) Review of the Commissioner’s final decision in a disci-
plinary case may be had by a petition filed in the United States
District Court for the District of Columbia. See 35 U.S.C.32and
Local Rule 213 of the United States District Court for the
District of Columbia.

(b) The Commissioner may stay a final decision pending
review of the Commissiorer’s final decision.

[Added 50 FR 5186, Feb. 6, 1985, effectivea Mar. 8, 1985; amended
53 FR 13120, Apr. 21, 1988]

§ 10.158 Suspended or excluded practitioner.,

(a) A practitioner who is suspended or excluded from
practice before the Office under § 10.156(b) shall not engage in
unauthorized practice of patent, trademark and other non-patent
law before the Office.

(b) Unless otherwise ordered by the Commissioner, any
practitioner who is suspended or excluded from practice before
the Office under § 10.156(b) shall:

(1) Within 30 days of entry of the order of suspension or
exclusion, notify all bars of which he or she is a member and all
clients of the practitioner for whom he or she is handling matters
before the Office in separate written communications of the
suspension or exclusion and shall file a copy of each written
cOmmunication with the Director.
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(2) Within 30 days of entry of the order of suspension or
exclusion, surrender 3 client’s active Office case files to (i) the
client or (ii) another practitioner designated by the client.

(3) Nothold himself or herself out as authorized to practice
Iaw before the Office.

(4) Promptly take any necessary and appropriate steps to
remove from any telephone, legal, or other directory any adver-
tissment, statement, or representation which would reasonably
suggest that the practitioner is authorized to practice patent,
trademark or other non-patent law before the Office, and within
30 days of taking those steps, file with the Director an affidavit
describing the precise nature of the steps taken.

(5) Not advertise the practitioner’s availability or ability to
perform or render legal services for any person having immedi-
ate, prospective, or pending business before the Office.

(6) Notrender legal advice or services to any person having
immediate, prospective, or pending business before the Office
as to that business.

(7) Promptly take steps to change any sign identifying a
practitioner’s or the practitioner’s firm’s office and
practitioner’s or the practitioner’s firm’s stationery to delete
therefrom any advertisement, statement, Or representation
which would reasonably suggest that the practitioner is author-
ized to practice law before the Office.

(8) Within 30 days, return toany client any unearned funds,
including any unearned retainer fee, and any securities and
property of the client.

(c) A practitioner who is suspended or excluded from
practice before the Office and who aids another practitioner in
any way in the other practitioner’s practice of law before the
Office, may, under the direct supervision of the other practitio-
ner, actas a para-legal for the other practitioner or perform other
services for the other practitioner which are normally performed
by lay-persons, Provided:

(1) The practitioner who is suspended or excluded is:

(i) A salaried employee of:
(A) The other practitioner;
(B) The other practitioner’s law firm; or
(C) A client-employer who employs the other practitio-
ner as a salaried employee;

(2) The other practitioner assumes full professional respon-
sibility to any client and the Office for any work performed by
the suspended or excluded practitioner for the other practitio-
ner;

(3) The suspended or excluded practitioner, in connection
with any immediate, prospective, or pending business before
the Office, does not:

(i) Communicate directly in writing, orally, or otherwise
with a client of the other practitioner;
(ii) Render any legal advice or any legal servicestoaclient
of the other practitioner; or
(iii) Meet in person or in the presence of the other
practitioner with:
(A) Any Office official in connection with the prosecu-
tion of any patent, trademark, or other case;
(B) Any client of the other practitioner, the other
practitioner’s law firm, or the client-employer of the other
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practitioner;

(C) Any witness or potential witness which the other
practitioner, the other practitioner’s law firm, or the other
practitioner’'s client-employer may or intends to call as a witness
in any proceeding before the Office. The term “witness” in-
cludes individuals who will testify orally in a proceeding before,
or sign an affidavit or any other document to be filed in, the
Office.

(d) When a suspended or excluded practitioner acts as a
para-legal or performs services under paragraph (c) of this
section, the suspended or excluded practitioner shall not there-
after be reinstated to practice before the Office unless:

(1) The suspended or excluded practitioner shall have filed
with the Director an affidavit which (i) explains in detail the
precise nature of all para-legal or other services performed by
the suspended or excluded practitioner and (ii) shows by clear
and convincing evidence that the suspended or excluded prac-
titioner has complied with the provisions of this section and all
Disciplinary Rules, and

(2) The other practitioner shall have filed with the Director
a written statement which (i) shows that the other practitioner
has read the affidavit required by subparagraph (d)(1) of this
section and that the other practitioner believes every statement
intheZffidavit to be true and (ii) states why the other practitioner
believes that the suspended or excluded practitioner has com-
plied with paragraph (c) of this section.

[Added 50 FR 5186, Feb. 6, 1985, effective Mar. 8, 1985]

§ i0;159 Neotice of suspension or exclusion.

(a) Upon issuance of a final decision reprimanding a prac-
titioner or suspending or excluding a practitioner from practice
before the Office, the Director shall give notice of the final
decision to appropriate employees of the Office and to inter-
ested departments, agencies, and courts of the United States.
The Director shall also give notice to appropriate authorities of
any State in which a practitioner isknown to be amember of the
bar and any appropriate bar association.

(b) The Director shall cause to be published in the Official
Gazette the name of any practitioner suspended or excluded
from practice. Unless otherwise ordered by the Commissioner,
the Director shall publish in the Official Gazette the name of any
practitioner reprimanded by the Commissioner.

(c) The Director shall maintain records, which shall be
available for public inspection, of every disciplinary proceeding
where practitioner is reprimanded, suspended, or excluded
unless the Commissioner orders that the proceeding be kept
confidential.

[Added 50 FR 5186, Feb. 6, 1985, effective Mar. 8. 1985]

§ 10.160 Petitioner for reinstatement,

(a) A petition for reinstatement of a practitioner suspended
for a period of less than five years will not be considered until
the period of suspension has been passed.

(b) A petition for reinstatement of a practitioner excluded
from practice will not be considered until five years after the
effective date of the exclusion.
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(c) An individual who has resigned under § 10.133 or who
has been suspended or excluded may file a petition for reinstate-
ment. The Director may grant a petition for reinstatement when
the individual makes a clear and convincing showing that the
individual will conduct himself or herself in accordance with
the regulations of this part and that granting a petition for
reinstatement is not contrary to the public interest. As a
condition toreinstatement, the Director may require the individ-
val to:

(1) Meet the requirements of § 10.7, including taking and
passing an examination under § 10.7(b) and

(2) Pay all or a portion of the costs and expenses, not to
exceed $1,500, of the disciplinary proceeding which led o
suspension or exclusion.

(d) Any suspended or excluded practitioner who has vio-
lated the provisions of § 10.158 during his or her period of
suspension or exclusion shall not be entitled to reinstatement
until such time as the Director is satisfied that a period of
suspension equal in time to that ordered by the Commissioner or
exclusion for five years has passed during which the suspended
or excluded practitioner has complied with the provisions of §
10.158.

(e) Proceedings on any petition for reinstatement shall be
open to the public. Before reinstating any suspended or ex-
cluded practitioner, the Director shall publish in the Official
Gazette a notice of the suspended or excluded practitioner’s
petition for reinstatement and shall permit the public a reason-
able opportunity to comment or submit evidence with respectto
the petition for reinstatement.

[Added 50 FR 5186, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.161 Savings clause.

(a) A disciplinary proceeding based on conduct engaged in
prior to the effective date of these regulations may be instituted
subsequent to such effective date, if such conduct would con-
tinue to justify suspension or exclusion under the provisions of
this part.

(b) Nopractitioner shall be subject to a disciplinary proceed-
ing under this part based on conduct engaged in before the
effective date hereof if such conduct would not have been
subject to disciplinary action before such effective date.

[Added 50 FR 5186, Feb. 6, 1985, effective Mar. 8, 1985]

§§ 10.162 - 10.169 [Reserved]

§ 10.170 Suspension of rules.

(a) Inanextraordinary situation, when justice requires, any
requirement of the regulations of this part which is not a
requirement of the statutes may be suspended or waived by the
Commissioner or the Commissioner’s designee, sua sponte, or
on petition of any party, including the Director or the Director’s
representative, subject to such other requirements as may be
imposed.

(b) Any petition under this section will not stay a discipli-
nary proceeding unless ordered by the Commissioner or an
administrative law judge.

[Added 50 FR 5186, Feb. 6, 19835, effective Mar. 8, 1985]
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PATENT RULES PART 10 INDEX I
(Definitions:)
INDEX III - RULES RELATING TO PRACTICE Giving_ information..........o... s . 10.1
BEFORE THE PATENT AND TRADEMARK Invention development SEIVICES ....vivaniansecasinas 10.23
LaW fIFI oovcevrsinisnssenssnsmsnesssmssssssssssssassssnorsaseasasssasss 10.1
OFFICE Lawyer ....cniinnonnisncisenes 10.1
Legal Counsel ...t cennnnesnsessnsssasssnses 10.1
A Legal Profession .....cceccicnecnnsencssnesssnnssnsseneseseses 10.1
AdAress ChaNEGE .....ccceeemecissisessisaisecsisesssasaesesssssnssssasssns 10.11 LAl SEIVICE vuvervrruenrsrusssssssssmsssssssmsssssssssssesmsssssseses 10.1
AQVETLSING ...ooeererereraresnsneatsssossiesssssasessssesenssasssnes 10.31, 10.32 Legal SYStem ......cveceeereerseneenne . 10.1
Agreements restriCting PractiCe ... umsseessssssssssessaces 10.38 NOR-PTACHEONET «.vvucuecvecrecrcssesseessmssssssesesssssssesessssens 10.1
ALIENIS ..ccverveererereneseennenesseesiatsosessssissesanassesssssesssressass 106,109 OFEICE oo .10.1
Applicant for patent, Representative of ................ 1.31,10.10 PEISON .vvucvvenvrsessemsessesssssssassssassssasessssssssssssssssssssssssess 10.1
Applicant for trademark, Representative of .................. 2.11 PIACHHONET ....vucvevueeseesesessesssessssssssssssssssssssssssssssssnnses 10.1
Auomeys, Recognition of to practice in rademark Proceeding before the Office ........coovuerreemeeereeserseennss 10.1
CASES erctrecctsescrssiossssvontatosrensesssessansessasassssssassasssasosssse 10.14 Professional legal corpora[ion __________________________________ 10.1
Auomeys, Registration of to practice in patent REZISITALON .....e.veversenseseesensesesesssrsssssssssesssssssssssensans 10.1
R — -.10.6,10.7 RESPONAENL ...oooneeveerrcvneerseresnsasnsssesssessnssssmsnsssanes 10.134
SECTEL weveeereranrreerecrrceessaecnnsaeaorensaseesessessanssans 10.33,10.57
B SEALE «.vvveveeeseresssesesssessessssssssesenssssnesesssnssnssessssssasencees 10.1
Breach Of HTUSE c....uieeeivceeeirenisererssneeressenecesesesssessaseseesens 10.23 Suspended prac[j[ioner _____________________________________________ 10.1
PUSineSS transactions or relations with client ............... 10.65 THDUNAL .......ooreeecereerereesecrsasesseneererassssessocsnseassesessnases 10.1
UNited SEALES ...cevvereecrrreereeaerenesesseeesseseoreensnssesesnses 10.1
C Designation as registered attorney or agent .........ceeene. 10.34
Candidate for JUdICIal OffICE oot ceeeeetreeeaanes 10.103 Direct contact with prospec[ive CLHENLS ooeeeeeeeeeereneeeneneens 10.33
€anons and dlSClpllnary 11 (S 10.20 - 10.112 Director of Enrollment and Discipline:
Certificate of Mailing ........cveeeneurnnrinnssee. 1.8,10.23,10.141 ADPOINHTIENL «...voorrvenereesrsersessenseasssssssessssessssasssssenes 10.2
Circumventing a disciplinary rule, amendment ............ 10.23 DUHES vvevveeeeresensssssssssssssssssssssssensssssesessessssessssssasees 10.2
Code of Professional Responsibility ............... 10.20 - 10.112 Review of decisions of the Director ...........ccwwe.s 102
COCI'CiOﬂ, USE Of weeveiceeeiceeecnreneneaeessaesnreen weesesorsesnne 10.23 Disbarment from pracﬁce on unethical gounds _________ 10.130
':Comminee on Dlsciplme ................................................. 104 Discharge of attorney or agent by (o] 1713 | AR 10.40
Committee on Enrollment ........cecvveeeveieiecnsecrecrenscnnenans 10.3 Disciplinary proceedings and investigations:
Communicating with person having adverse interest ...10.67 Administrative Law JUAZE vuu.eveseeeseeereereesensnessnens 10.139
Communications concerning practitioner’s service ...... 10.31 Administrative Procedures ACt.....ron.... 10.132, 10.144
Compensation for legal SEIVICES weeerrerererecnerneesnesennonsnes 10.68 Review of interlocutory orders by Administrative
COMPEIENCE «..cocueenerereccntsecntsnmresistessrnsnssnsarsrsnssens 10.76, 10.77 LaW JUAEE «.oovveerereemmseesesemseesesssesesesssesssane 10.139
Complaint instituting disciplinary proceedings............ 10.134 Amendment of COMPIAINL ........cveeeveeeerecreesssnnnnes 10.145
Concealment of material information ........ccecceerereeneens 10.23 Amendment of Pleadings ...........oeveeeseruseneeernnenns 10.145
Conduct in proceeding before Office ........ooveuvenriereunenne 10.89 ADNSWET t0 COMPIAINE ....vververrvereaeereeneeseensssenssnnenes 10.136
Conduct prejudicial to the administration of justice .....10.23 Appeal of initial decision of Administrative
Conflict Of INTEIEST ..veerrerceerrmesnrenrersserarsessesesssassssneress 10.66 LaW JUAGE .euevenereerenerrenssecsssssnsssssssessssnennns 10.155
Conviction of criminal offense...........voveeeceeeeceernernecerens 10.23 BUTAEN Of PIOOS ..oovveeneeneercesnenssessssssssessssssssessens 10.149
Certificate of mailing ........ceeeeeerrrereecrseerenens 1.8, 10.141
D COMPIAINL «.cvevvevrrenceerevseeneesmmmeeeeseesemmsesessssessones 10.134
DIECEIL o.eueereerireernenereaeeeriisssntiesesatereresssssssesesssssessessesnsssans 10.23 CONESLET CASE coveereerennnreeeeerersesmeeneaessesses sosvssesessans 10.138
Decisions of the Commissioner.............veeureee 10.156, 10.157 Deliberations of Committee on Discipline .............. 104
Definitions: Discovery (see also Discovery in Disciplinary
ASFIAAVIE ....ooeveceneiicsiiestiesisescrensensessessssssssassansasssans 10.1 PTOCEEAINES) we.vvveerevseerssennsesmsessssesersssssonesnns 10.152
AZENL v siisitsstsnsnisrenssesnssssnssssaesesnnes 10.6 EXCEPHON 10 FUNNE .eevevevrererscerercesesenesssessssseenees 10.150
ADDUCEHON .....coviriririntrniscsisiesesieressmsnsasserssssssansnseans 10.1 Filing papers after complaint filed.............conen.. 10.141
L0157 { U 10.20 Heanngs before Administrative Law Judge ________ 10.144
Conﬁdence .............................................................. 10 57 Ini[ial decision of Adminisu-ative Law
Differing iNtErests ... wmeisrecsseassrmresarsereresssnrsarsvases 10.1 JUAGE oevovvervmeresecemssenmessss s enmssonees 10.139, 10.154
Director of Enrollment and Discipline .........ceverereens 10.1 Initiating disciplinary proceeding ...........eeeessesenes 10.132
Dlsc1phnary (1] (ORISR 10.20 Investjga[ions of violations of dlsc1phnary rules.10.131
Employee of a tribunal .........cueveriivrensescsnasarennennas 10.1 Notice of suspension or exclusion of practitioner 10.159
EXCesSive 168al fEES ..ovvvrrrererecsrrrarerseresesaesessrsnerees 10.36 ObjJECHONS 10 BVIAENCE ...ovevveenreeserenneeseessennssmnnens 10.150
v  Excloded praclitioner ................................................ 10.1 Post hearing NEIMOTATIAUIN «eveeeeeeeeeeereeeeeeeeeesessnnes 10.153
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(Disciplinary proceedings and investigations:)
Pre-hearing StAEMEnNt ... ciimeorcesssssesssmnrsssnssesises 10.153
Reinstatement of suspended or excluded
Practitioner ........... 10.160
Reprimand of registered attorney or
ALENL eueiirercnnresassosssssansessasssnsasssassane 10.130, 10.132
Resignation of practitioner 10.133

Review of Commissioner’s final decision........... 10.157
Review of decision denying reinstatement of

PIACHHONET «..evernensessennressssasesesassans 10.2
Savings clause ......ccceereseeees 10.161
Service of COMPIAINE ....ccccreeveresiccsnsnnrereressansennns 10.135
Settlement Of COMPIAINE .....ccrverrerserseseerrsnsasaesasnns 10.133
Stay pending review of interlocutory order ......... 10.139
Supplemental ComMPlAIN .......cccvereerrvesecicsnsnsnsasnsons 10.137
Disciplinary rule violation,
Disclosure Of ......cccccereeeee 10.23, 10.24, 10.84, 10.85, 10.131
Discourteous CONAUCE ....ovicucetsarsenesicsssessesernsssassessasasaas 10.89
Discovery in Disciplinary Proceedings:
Copying Of dOCUMENLS .......ceeecmeesscrsuerensecsersesens 10.152
Cross-eXamination .......cicecssesresesesessssssonsasenses 10.152
Deliberations of Committee on Enrollment............. 10.4
DEPOSIHONS .ecverremrmcecesarsnarscsssisasassnnsossesssnsnssnnen 10.151
EVIENCE w.evvvevmereessncnenasecsessnsenassssessmaneees 10.150, 10.152
Impeachment ..........ccuuee... resesanssssaenssnaenees 10.152
Inspection of dOCUMENLS ......ceeeeeeereeverrececenesasannes 10.152
INEITOZGALOTIES ...ocvreiracrivnsamsasaisinsnssiassasanassnsasnsnes 10.152
-- Motions filed with Administrative Law
© JUAEE ettt saenes 10.143,10.152
Privileged infOrmation ........cceeeecenesseceeseeacenas 10.152
Undue delay in proceedings ........ccceesecesccisessenens 10.152
Division of legal fEes ......ccvvviverrrnrsineninarsccreseeesassencasans 10.37
Duress, Use of -...ccceverneeensnens 10.23
Duty to make counsel available .........ccoecivcmnnnivenene 10.30
E
Employment:
ACCEPLANCE u.vecnveerecsrismsecmassesssasnssesasasassasaassasasnes 10.39
Failure to carry QUL CONIACE ......eeececererrremererovesecsas 10.84
Refusing employment...........ccccoeee.e 10.62, 10.63, 10.66
Withdrawal from employment......... 10.40, 10.63, 10.66
EXCeption 0 TUIING ....ccccecevcresemremsenmscsssesearormssssssaeess 10.151
Excessive legal fees ....currnrerenrenncccrssasaanaene .10.36
Exclusion of practitioner .............c.... 10.130, 10.132, 10.158
F
Failure to disclose material fact with regard to
TEGISITALION \euverevicsnsansnreesesnsssscaseeansesansssasans 10.22
Failure to notify Client ........cccoeeereeereseesseeseseenssnsassraesae 10.23
FalSe aCCUSALONS ....ccvereressearssnmnssecasesnsassarsansasssesenersnsase 10.23
False statements concerning officials .......coceveeverseeetenns 10.102
Favors, Improperly bestowing .........cccvcceceaeereaenmececseserans 10.23
Fees:
TIN GENERAL ...ovenenreee e cerenerneenes s aer s saesssaneneanes 1.21
Petition to review decision of Director of
Enrollment and Discipline .10.2
REGISTHAUON c.overereeereereearessermeasasassssenssassssesasnsssassanans 10.8
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(Fees:)
Registration examination .......... «ne 10.7
REINSLAEMENE «vvvvvreirrasesesasassesns 10.11
Request regrade of eXamination ... 10.6
Fees for legal services 10.36
Firm name, Use of ...... . 10.35
Fitness to practice before the Office ........covevernriscccinnen 10.23
FOTRIZNETS c.cueeecrerceereerenessnsesncsnsansnsssrsnsnssnane 10.6, 10.9, 10.14
Former Patent and Trademark Office
employess .... 10.10, 10.23
Fraud or inequitable conduct .......cccveecennrsnnnees 10.23, 10.85
Frivolous cCOMPLAINL .......cccoeierenensssessossasassansssnsssssaens 10.23
Funds of client, Preserving identity of .....cccoeereccinnnes 10.112
G
Gift, Improperly DESIOWING «..cccueeeceriurnicrscrcecesenarsecacas 10.23
Government employees, Registration of to
PTactice in Patent CASES...cvrvmrermresessreresronsnesans 10.10
I
Illegal conduct involving moral turpitude .........ccccove.... 10.23
Illegal fees fOr SEIVICES .ouernrrrirernsnsreemseranserasocescasseans 10.36
Improper alteration of patent application ........c..ccceeeeeees 10.23
Improper execution of oath or declaration .................... 10.23
Improper infIUENCe ......oveeeee e reeesenanae 10.23
IMProper SIgNAIIE .....cceeeveeceeiermrccsnseresnerennnens 10.18, 10.23
Improperly bestowing thing of value ......cc.cceveericeeenenae 10.23
INCOMPELENICE ....eoreeeerenrceeraenenereenneenasnrecansesanens 10.77, 10.78
Indecent statement, Making of .........ccccervvnernreereerercnne 10.23
Independent professional
judgment, Exercise of ....10.61, 10.62, 10.66, 10.68
Individual unqualified in respect to character,
education, €IC. ....uvvirieceecerenorisisennecenaones 10.7,10.22
Influence by others than client ........cccvevvvnnerninseeninen 10.68
Information preciuding registration, Failure to disclose 10.22
Initial decision of Administrative Law Judge 10.139, 10.154
Integrity and competence of the legal profession,
Maintaining of .....ccoovvecirenviinictinneeneieseneisnin 10.22
Interest in litigation or proceeding before Office,
ACQUITING Of ...ttt 10.64
Investigation of violations of disciplinary rules .......... 10.131
J
JOINE VERUTE ....coverreeeeererececnsersense e enseeeasaesaceeasssenesan 10.23
Judicial office, Candidate for .........cccccceveernerrenecrersnne. 10.103
L
Legal fees:
DivViSION Of ..ocueceeerrrcecree e sseneessesreaa e sernssrsesses
Failure t0 PAY ..ocvevreerererniecrnnmmeessseserunnesessssessasnssans
Sharing of ...ccvveviviiinrnrsnne s
Legal system, Assistance in improving the .................
Letterheads, Use Of .....coooicnnernnincinnnnencnsesesneesan
Limited recognition to practice in patent cases
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M
Malpractice, Limiting client’s liability ......cooeriererruveres 10.78
Materially false statements in application for
TEZISLIALION 1oveueicnisisisionssesmnsanaessesnsesssnssenesenes 10.22
Misappropriation of funds .........ucevminmnneniie, 10.23
MISCONAUCE «.veereererrrrcsrnsasnensonstesassssssssessssssesssnsssssassase 10.23
MISTEPIESENIALIONS ...vievevervemcscssrseenrsserosensessesians 10.22, 10.23
Multiple emplOYINENL .....ccvevcecenrrmeertsiei e siassiassnssans 10.66
N
Neglecting legal MALIETS ...cueererrrereesensentesessresiosessessoss 10.77
Non-practitioner, Formation of partnership with .......... 1049

Mbi5e of suspension or exclusion

O
Oath reqUITEMENE .......ccvercrreseecerencerereesereseecstseetencsassanses 10.8
Officials, Contact With ......ccoceeeeeeeeeirereerernrarseneserecnesnns 10.93
P
Petitions:

. Fees in general ......ovvecvicrinnineeininneiseessnseisesnissnsenss 1.21
Regrade of examination .........cccoeeveececrneacescecesceerenee 10.6
Reinstatement ................. etreeearnrenesanesaesneaens 10.160
Review decision of CommiSSIOner ........oceeeeereernns 10.157

= Review decision of Director of Enroliment and

DiISCIPUNE .cceneeenrcrmecrer e srcerecsaeesecarennae 10.2

Suspension of Tules ........vovecvececeniionicecenenreneeeens 10.170

Preserve secrets and confidence of client........... 10.56, 10.57

- Pro-se applicant ..........cceoerecemnerccncrnncreeeesenceneecns 1.31,2.11
- Professional impropriety, Avoiding

appearance Of ......ccocveveeceeeceencecenn. 10.110, 10.111

Promise of advantage, Offer of .......cocerevevvvecnverecrennens 10.23

Property Of CHENL ......ceremeeceeicreicenne et eeencnstasions 10.112

Proprietary interest in Subject Matter .........coeeeeeeeaenenaees 10.64

Publication in Official Gazette ............ 10.11, 10.159, 10.160

R

Recognition to practice before the Patent and Trademark
Office:

AGENULS cocvrverecrevenaronscrsecererossssasssneasaes 10.6,10.7, 10.14
ALIENS ..ot 10.6,10.7, 10.14
ALLOITIEYS ..ecvverrreermrerrenresracsresrrasasesassess 10.6, 10.7,10.14
Change of address, Requirement to notify

D71 (Te1 (o) S 10.11
Contents of petition for reinstatement of:

person not suspended or excluded .................... 10.2

suspended or excluded practitioner................ 10.160
Examination of registration in patent cases............. 10.7
Examination fee ......cvervmnieccemiccnesninnssenseressssensnes 10.7
J20) (510411 £ 10.6,10.9,10.14
Former Patent and Trademark Office

[211)5) (611 2SO 10.10, 10.23

Govemnment eMPIOYEES ....vevreessncerreansenns 10.10, 10.23
Limited recognition in patent Cases .........eveesseereerns 109
Non-lawyers, Recognition in trademark cases ...... 10.10
Patent CaSES ..ccvvverrisisnssnisseronsiesasssssisoseacsnss 10.6 -10.10
Recognition for representation ............ 1.34,2.17,10.14
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(Recognition to practice before the Patent and Trademark
Office:)

Recognition 10 PractiCe .....wwuvieresssesrane 10.6 - 10.18
Refusal to recognize practitioner .....cvevsesesesssesione 10.15
Register of attorneys and agents in patent cases...... 10.5
RegiStration fEe ........ccvvvrvrretrmessnessessessensssssensacass 108
Registration NUMDBET ......ccvinnnniansnissninsssins 1.34

Removal of attorneys and agents from the

FEEISIET woeuerecrecenrneneaeermmsatsanensascssssssssssscssessssnsss 10.11
Representation by registered attorney or agent
N PALENL CASES voveemererrcercrsesensisasnssnsosisssasanns 1.31
Request for regrade of examination........cccccecoceucnee 106
Requirements for registration ............... 10.7
Review of Director’s decision refusing registration 10.2
Trademark CaSes .....ccocoeuremveesiectssscmsesesnearassnenins 10.14

Unauthorized representation by an agent ... 10.10, 10.31
Records, property and funds of client, Maintaining of 10.112

Reinstatement after removal from the register .....10.2, 10.11
Reinstatement of suspended or excluded
NON-PrACHIONET ....cncenermieeceermcenrneretecrocssreceeenesrees 10.160
Representing client within bounds of the law ............... 10.85
Reprimand of registered attorney or agent .....10.130, 10.132
RESIZNALION ...vevreererrrecccceesnenesoeneneenrameseessserscsesmescaces 10.133
Revocation of power of attorney in trademark case ........2.19
S
Scandalous statements, Making of .........cocveerreierereennas 10.23
Secrets and confidence, Preservation of clients .10.56, 10.57
Settlement of claims Of CHENLS .....ccoerercecenreerrcercacaennnae 10.67
Sharing Iegal fEes .......coceeeiererercraversasseeresencesararseaseeneses 10.48
Signature and certificate of practitioner ...........cccceeeeeans 10.18
SOUCILALION ....ctveemencerenerereeeerenrereeaeseseeesennensacnes 10.32,10.33
Statement concerning officials, Making false ............. 10.102
Suspension of practitioner ......10.23, 10.130, 10.132, 10.158
Suspension Of TUIES .....coueeeeeiereeerverearersssencsresareenssnsasns 10.170
T
Threats of criminal proSeCution............cerereesareesueasseessares 10.88
Threats, Use Of ...ocoieieivcinnniiccniiissisnecncneatssssenasossns 10.23
U
Unauthorized practice ....... 10.14, 10.23, 10.31, 1046, 10.47
Undignified CONAUCE ....cc.veeeereeeceenrenacnrseecereasseassnesssnes 10.89
v
Violating duty of candor and good faith .........cccceevereanne 10.23
Violation of disciplinary rule, misconduct .......cccceeeeeenee 10.23
W
Withdrawal from employment ..........ccoeereesaseececscseecne 10.40
Withdrawal material information .......c..ccoeveevnaene 10.22,10.23
WWILDESSES -.ccneeeruenerrcescenntrnscnsasensnssnesesaseesnsasesens 10.63, 10.52
Z
Zealously representing the client.........coevceuinnae. 10.83,10.84
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Part 15 Service of Process

Sec.

15.1 Scope and purpose

15.2 Definitions

15.3 Acceptance of service of pracess

Authority: 5 U.S.C. 301; 15 U.S.C. 1501, 1512, 1513,
1515, and 1518; Reorganization Plan No. 5 of 1950; 44 U.S.C.
3101; 15 CFR 15.2(a).

§ 15.1 Scope and purpaese.

(a) This part supplements 15 CFR Part 15 and sets forth the
procedures to be followed when a summons or complaint is
served on the Office or the Commissioner or an employee of the
Office in his or her official capacity. This part is to be construed
consistent with 15 CFR Part 15.

(b) This part is intended to ensure the orderly execution of
the affairs of the Office and not to impede any legal proceeding.

(c) This part does not apply to subpoenas. The procedures to
be followed with respect to subpoenas are set out in Part 15a of

, this Title.

(d) This part does not apply to service of process made on an
Office employee personally on matters not related to official
business of the Office or to the official responsibilities of the

~Office employee.

§ 15.2 Definitions.

For the purpose of this part:

(@) “Commissioner” means Assistant Secretary and
.Commissioner of Patents and Trademarks.

(b) “Legal proceeding” means a proceeding before a tribu-
nal constituted by law, including a court, an administrative body
or commission, or an administrative law judge or hearing
officer.

(c) “Office” means Patent and Trademark Office.

(d) “Office employee” means any officer or employee of the
Office.

(e) “Official businiess” means the authorized business of the
Office.

(f) “Solicitor” means the chief legal officer of the Office or
other Office employee to whom the Solicitor has delegated
authority to act under this part.

§ 15.3 Acceptance of service of process

(a) Any summons or complaint to be served in person or by
registered or certified mail or as otherwise authorized by law on
the Office or the Commissioner or an Office employee in his or
her official capacity, shall be served on the Solicitor or an Office
employee designated by the Solicitor. _

(b) Any summons or complaint to be served by mail may be
addressed to Solicitor, P.O. Box 15667, Arlington, Virginia
22215. Any summons or complaint to be served by hand may be
delivered to the Office of the Solicitor.

(c) Any Office employee served with a summons or com-

-plaint shall immediately notify and deliver the summons or
complaint to the Office of the Solicitor. -
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(d) Any Office employee receiving a summons or complaint
shall note on the summons or complaini the date, hour, and place
of service and whether service was by personal delivery or by
mail.

(e) When a legal proceeding is brought to hold an Office
employee personally liable in connection with an action taken
in the conduct of official business, rather than liable in an
official capacity, the Office employee by law is to be served
personally with process. Service of process in this case is
inadequate when made upon the Solicitor or the Solicitor’s
designee. Any Office employee sued personally for an action
taken in the conduct of official business shall immediately
notify and deliver a copy of the summons or complaint to the
Office of the Solicitor.

(f) An Office employee sued personally in connection with
official business may be represented by the Department of
Justice at its discretion. See 28 CFR 50.15 and 50.16 (1987).

(g) The Solicitor or Office employee designated by the
Solicitor, when accepting service of process for an Office
employee in an official capacity, shall endorse on the Marshal’s
or server’s return of service form or receipt for registered or
certified mail the following statement: “Service accepted in
official capacity only.” The statement may be placed on the
form or receipt with a rubber stamp.

(h) Upon acceptance of service or receiving notification of
service, as provided in this section, the Solicitor shall take
appropriate steps to protect the rights of the Commissioner or
Office employee involved.

Part 15a Testimony by Employees and the
Production of Documents in Legal Proceedings

Sec.

15a.l
15a.2
15a.3
15a.4
15a.5

Scope
Definitions
Office policy
Testimony or production of documents; general rule
Testimony of Office employees in proceedings
involving the United States
Legal proceedings between private litigants
Procedures when an Office employee receives a
subpoena

15a.6
15a.7

Authority: 5 U.S.C. 301; 15 U.S.C. 1501, 1512,
1513, 1515, and 1518; Reorganization Plan No. 5 of 1950; 44
U.S.C. 3101; 15 CFR 15a.1(e) and 15a.2(f).

§15a1  Scope

(@) This part supplements 15 CFR Part 15a and prescribes
the policies and procedures of the Office with respect to the
testimony of Office employees as witnesses in legal proceed-
ings and the production of documents of the Office for use in
legal proceedings pursuant toa request, order, or subpoena. This
part is issued pursuant to 15 CFR 15a.1(e) and is to be construed
consistent with 15 CFR 15a.

(b) This part does not apply to any legal proceeding in which
an Office employee is to testify, while on leave status, asto facts
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orevents that are in no way related to the official business of the
Office.

(c) This part is intended to ensure the orderly execution of
the affairs of the Office and not to impede any legal proceeding
and in no way affects the rights and procedures governing public
access torecords pursuant to the Freedom of Information Actor
the Privacy Act. See 15 CFR 15a.4 and 37 CFR 1.15.

§ 15a.2  Definitions.
For the purpose of this part:

(a “Commissioner” means Assistant Secretary and
Commissioner of Patents and Trademarks.

(b) “Demand” means a request, order, or subpoena for
testimony or documents for use in a legal proceeding.

(¢) “Document” means any record, paper, and other prop-
erty held by the Office, including without limitation official
patent and trademark files, official letters, telegrams, memo-
randa, reports, studies, calendar and dairy entries, maps, graphs,
pamphlets, notes, charts, tabulations, analyses, statistical or
informational accumulations, any kind of summaries of meet-
ings dnd conversations, film impressions, magnetic tapes, and
sound or mechanical reproductions.

(d) “Legal proceeding” means a proceeding before a tribu-
nal constituted by law, including a court, an administrative body
or commission, an administrative Iaw judge or hearing officer or
any discovery proceeding in support thereof.

(e) “Office” means Patent and Trademark Office.

(f) “Office employee” means any officer or employee of the
Office.

(g) “Official business” means the authorized business of the
Office.

(h) “Solicitor” means the chief legal officer of the Office or
other Office employee to whom the Solicitor has delegated
authority to act under this part.

(i) “Testimony” means a statement given in person before a
tribunal or by deposition for use before the tribunal or any other
statement given for use before a ribunal in a legal proceeding,
including an affidavit, declaration under 35 U.S.C. 25, or
declaration under 28 U.S.C. 1746.

(j) “United States” means the Federal Government, its
departments and agencies, and individuals acting on behalf of
the Federal Government.

§ 15a.3  Office policy.

The Office policy is that its documents will not be voluntar-
ily produced and Office employees will not voluntarily appear
as witnesses or give testimony ir a legal proceeding. The
reasons for this policy include:

(a) Toconserve the time of Office employees for conducting
official business.

(b) To minimize the possibility of involving the Office in
controversial or other issues which are not related to the mission
of the Office.

(c) To prevent the possibility that the public will miscon-
strue variances between personal opinions of Office employees
and Qffice policy.

(d) To avoid spending the time and money of the United
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States for private purposes.

(e) To preserve the integrity of the administrative process,
minimize disruption of the decision-making process, and pre-
vent interference with the Office’s adminisirative functions.

§ 15a.4 Testimony or production of documents; general rule

(a) No Office employee shall give testimony concerning the
official business of the Office or produce any document in any
legal proceeding without the nrior authorization of the Solicitor.
Where appropriate, an Office employee may be instructed in
writing by the Commissioner, Solicitor, or other appropriate
Office employee not to give testimony or produce a document.
Without prior approval, no Office employee shall answer in-
quiries from a person not employed by the Department of
Commerce regarding testimony or documents subject to a
demand or a potential demand under the provisions of this Part.
All inquiries involving a demand or potential demand on an
Office employee shall be referred to the Solicitor.

(b) A certified copy of a document, not otherwise available
under Chapter I of this Title, will be provided for use in a legal
proceeding upon written requestand payment of applicable fees
required by law.

(c)(1) Request for testimony or document. A request for
testimony of an Office employee or document shall be mailed or
hand-delivered to the Office of the Solicitor. The mailing
address of the Office of the Solicitor is Box 8, Patent and
Trademark Office, Washington, D.C. 20231.

(2) Subpoenas. A subpoena for testimony by an Office
employee or a document shall be served in accordance with the
Federal Rules of Civil or Criminal Procedure as appropriate, or
applicable state procedure, and a copy of the subpoena shall be
sent to the Solicitor.

(3) Affidavit. Every request and subpoena shall be accom-
panied by an affidavit or declaration under 28 U.S.C. 1746 or,
if an affidavit or declaration is not feasible, a written statement
setting forth the title of the legal proceeding, the forum, the
requesting party’s interest in the legal proceeding, the reasons
for the request or subpoena, a showing that the desired testi-
mony or documernt is not reasonably available from any other
source, and if testimony is requested, the intended use of the
testimony, a general summary of the testimony desired, and a
showing that no document could be provided and used in lieu of
testimony. The purpose of this requirement is to permit the
Solicitor to make an informed decision as to whether testimony
or production of a document should be authorized.

(d) Any Office employee who is served with a demand shall
immediately notify the Office of the Solicitor.

(e) The Solicitor may consult or negotiate with an attorney
foraparty orthe party, if not represented by anattorney, torefine
or limit a2 demand so that compliance is less burdensome or
obtain information necessary to make the determination re-
quired by paragraph (¢) of this section. Failure of the attorney or
party to cooperate in good faith to enable an informed determi-
nation to be made under this part may serve as the basis for a
determination not to comply with the demand.

(f) A determination under this part 10 comply or not to
comply with a demand is not an assertion or waiver of privilege,
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lack of relevance, technical deficiencies or any other ground for
noncompliance. The Commissionerreserves the right to oppose
any demand on any legal ground independent of any determina-
tion under this part.

§ 15a.5 Testimony of Office employees in proceedings
involving the United States.

(a) An Office employee may not testify as an expert or
opinion wimess for any party other than the United States.

(b) When appropriate, the Solicitor may authorize an Office
employee to give testimony as an expert or opinion witness on
behalf of the United States. Expert or opinion testimony on
behalf of the United States will not be authorized in any legal
proceeding involving the validity or enforceability of a patentor
registered trademark.

(c) Whenever, in any legal proceeding involving the United
States, a request is made by an attorney representing or acting
under the authority of the United States, the Solicitor will make
all necessary arrangements for the Office employee to give
testimony on behalf of the United States. Where appropriate, the
Solicitor may require reimbursement to the Office of the ex-

* penses associated with an Office employee giving testimony on
behalf of the United States.

==§ 15a.6 Legal proceedings between private litigants
(a) Testimony by an Office employee and production of
documents in a legal proceeding not involving the United States
shall be governed by § 15a.4.
(b) If an Office employee is authorized to give testimony in

h ~ alegal proceeding, the testimony, if otherwise proper, shall be

limited to facts within the personal knowledge of the Office
employee. An Office employee is prohibited from giving expert
or opinion testimony, answering hypothetical or speculative
questions, or giving testimony with respect to subject matter
which is privileged. If an Office employee is authorized to
testify in connection with the employee’s involvement or assis-
tance in a guasi-judicial proceeding which took place before the
Office, that employee is further prohibited from giving testi-
mony in response to questions which seek:
(1) Information about that employee’s:

(i) Background.

(ii) Expertise.

(iii) Quatifications to examine or otherwise consider a
particular patent or trademark application.

(iv) Usual practice or whether the employee followed a
procedure set outin any Office manual of practice in a particular
case.

(v) Consultation with another Office employee.

(vi) Understanding of:

(A) A patented invention, an invention sought to be
patented, or patent application, patent,reexamination or inter-
ference file.

(B) Prior art.

(C) Registered subject matter, subject matter sought tobe

. registered, or a trademark application, registration, opposition,

.cancellation, interference or concurrent use file,
' (D) Any Office manual of practice.
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(E) Office regulations.

(F) Patent, rademark, or other law,

(G) The responsibilities of another Office employee.
(vii) Reliance on particular facts or arguments.

(2) To inquire into the manner in and extent to which the
employee considered or studied material in performing the
quasi-judicial function.

(3) To inquire into the bases, reasons, mental processes,
analyses, or conclusions of that Office employee in performing
the quasi-judicial function.

§ 15a.7 Procedures when an Office employee receives a
subpoena.

(a) Any Office employee who receives a subpoena shall
immediately forward the subpoenato the Office of the Solicitor.
The Solicitor will determine the extent to which an Office
employee will comply with the subpoena.

(b) If the Office employee is not authorized to comply with
the subpoena, the Office employee shall appear at the time and
place stated in the subpoena, produce a copy of Part 15a of Title
15 and a copy of this part, and respectfully refuse to provide any
testimony or produce any document. United States exrel. Touhy
v. Ragen. 340 U.S. 462 (1951).

(c) When necessary or appropriate, the Solicitor will request
assistance from the Department of Justice or a U.S. Attorney or
otherwise assure the presence of an attorney to represent the
interests of the Office or an Office employee.
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SUBCHAPTER C - PROTECTION OF
FOREIGN MASK WORKS

PART 150 - REQUESTS FOR PRESIDENTIAL
PROCLAMATIONS PURSUANT TO 17 U.S.C. 902(a}(2)

Sec.
§ 150.1 Definitions.
§ 150.2 Initiation of evaluation
§ 150.3 Submission of requests
§ 150.4 Evaluation
§ 150.5 Duration of proclamation
§ 150.6 Mailing address

Authority: 35 U.S.C. 6; E.O. 12504, 50 FR 4049, 3 CFR 1985
Comp. p. 335.

§ 150.1 Definitions.

(@) “Commissioner” means Assistant Secretary and
Commissioner of Patents and Trademarks.

(b) “Foreign government” means the duly-constituted ex-
ecutive of a foreign nation, or an international or regional
intergovernmental organization which has been empowered by
its méber states to request issuance of Presidential proclama-
tions on their behalf under this part.

(c) “Interim order” means an order issued by the Secretary
of Commerce under 17 U.S.C. 914.

{d) “Mask work™ means a series of related images, however
fixedor encoded -

(1) Having or representing the predetermined, three-di-
mensional pattern of metallic, insulating, or semiconductor
material present or removed from the layers of a semiconductor
chip product; and

(2) In which series the relation of the images to one another
is that each image has the pattern of the surface of one form of
the semiconductor chip product.

(e) “Presidential proclamation” means an action by the
President extending to foreign nationals, domiciliaries and
sovereign authorities the privilege of applying for registrations
for mask works pursuant to 17 U.S.C. 902.

(f) “Request” means a request by a foreign government for
the issuance of a Presidential proclamation.

() “Proceeding” means a proceeding to issue an interim
order extending protection to foreign nationals, domiciliaries
and sovereign authorities under 17 U.S.C. Chapter 9.

(h) “Secretary” means Secretary of Commerce,

[Added 53 FR 24447, June 29, 1988, effective August 1, 1988}

§ 150.2 Initiation of evaluation

(a) The Commissioner independently or as directed by the
Secretary, may initiate an evaluation of the propriety of recom-
mending the issuance, revision, suspension or revocation of a
section 902 proclamation.

(b) The Commissioner shall initiate an evaluation of the
propricety of recommending the issuance of a section 902 proc-
lamation upon receipt of a request from a foreign government.

[Added 53 FR 24447, June 29, 1988, effective August 1, 1988}
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§ 150.3 Submission of requests

(a) Requests for the issuance of a section 902 proclamation
shall be submitted by foreign governments for review by the
Commissioner.

(b) Requests for issuance of a proclamation shall include:

(1) A copy of the foreign law or legal rulings that provide
protection for U.S. mask works which provide a basis for the
request.

(2) A copy of any regulations or administrative orders
implementing the protection.

(3) A copy of any laws, regulations or administrative orders
establishing or regulating the registration (if any) of mask
works.

(4) Any other relevant laws, regulations or administrative
orders.

(5) All copies of laws, legal rulings, regulations or admin-
istrative orders submitted must be in unedited, full-text form,
and if possible, must be reproduced from the original document.

(6) All material submitted must be in the original language,
and if not in English, must be accompanied by a certified

English translation.
[Added 53 FR 24447, June 29, 1988, effective August 1, 1988}

§ 150.4 Evaluation

(a) Upon submission of a request by a foreign government
for the issuance of a section 902 proclamation, if an interim
order under section 914 has not been issued, the Commissioner
may initiate a section 914 proceeding if additional information
is required.

(b) If an interim order under section 914 has been issued, the
information obtained during the section 914 proceeding will be
used in evaluating the request for a section 902 proclamation.

(c) After the Commissioner receives the request of a foreign
government for a section 902 proclamation, or after a determi-
nation ismade by the Commissioner to initiate independently an
evaluation pursuant to § 150.2(a) of this part, a notice will be
published in the FepERAL REGISTER to request relevant and
material comments on the adequacy and effectiveness of the
protection afforded U.S. mask works under the system of law
described in the notice. Comments should include detailed
explanations of any alleged deficiencies in the foreign law or
any alleged deficiencies in its implementation. If the alleged
deficiencies include problems in administration such as regis-
tration, the respondent should include as specifically as possible
full detailed explanations, including dates for and the nature of
any alleged problems. Comments shall be submitted to the
Commissioner within sixty (60) days of the publication of the
FEDERAL REGISTER notice.

(d) The Commissioner shall notify the Register of Copy-
rights and the Committee on the Judiciary of the Senate and the
House of Representatives of the initiation of an evaluation under
these regulations.

(e) If the written comments submitted by any party present
relevant and material reasons why a proclamation should not
issue. The Commissioner will:

(1) Contact the party raising the issue for verification and
any needed additional information;
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(2) Contact the requesting foreign government to deter-
mine if the issues raised by the party can be resolved; and,
(i) If the issues are resolved, continue with the evaluation;
or,
(i) If the issues cannot be resolved on this basis, hold a
public hearing to gather additional information.

(f) The comments, the section 902 request, information
obtained from a section 914 proceeding, if any, and information
obtained in a hearing held pursuant to paragraph (€)(ii) of this
section, if any, will be evaluated by the Commissioner.

(g) The Commissioner will forward the information to the
Secretary, together with an evaluation and a draft recommenda-
tion.

(b) The Secretary will forward a recommendation regarding

the issuance of a section 902 proclamation to the President.
[Added 53 FR 24448, June 29, 1988, effective August 1, 1988}

]!
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¢ 150.5 Duration of proclamation

(a) The recommendation fer the issuance of a proclamation
may include terms and conditions regarding the duration of the
proclamation.

(b) Requests for the revision, suspension or revocation of a
proclamation may be submitted by any interested party. Re-
quests for revision, suspension or revocation of a proclamation
will be considered in substantially the same manner as requests
for the issuance of a section 902 proclamation.

[Added 53 FR 24448, June 29, 1988, effective August 1, 1988]

§ 150.6 Mailing address

Requests and all correspondence pursuant to these guide-
lines shall be addressed to: Commissioner of Patents and Trade-
marks, Box 4, Washington, D.C. 20231.

[Added 53 FR 24448, June 29, 1988, effective August 1, 1988]
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