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701 Statwtory Authority for Examina-
tion

85 U.8.0. 181, Baammination of epplication. The Com-
missioner shall cause an examination to be made of the
application and the alleged new invention; and if on
sueh examination it appears that the applicant is en-
titled to a patent under the Iaw, the Commissioner
shall issue a patent therefor.
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702.01

The main conditions precedent to the grant
of a patent to an applicant arve set forth in
85 U.S.C. 101, 102, 103. .

35 U.8.C. 101. Inventions patentable. Whoever in-
vents or discovers any new and useful process, machineg,
manufacture, or composition of matter, or any new and
useful improvement thereof, may obtain a patent fhere-
for, subject to the conditions and requirements of this
title.

85 U.8.0. 100. Deflnitions, When used in this title
unless the context otherwise indicates—

(a) The term “Invention” means Invention or
discovery. : ’ :

(b) The term “process” means process, art or method,
and includes & new use of a known proeess, machine,
manufacture, composition of matter, or material,

(c) The terms “United States” and “this country”
mean the United States of Americn, its territories and
possessions.

(d) The word "patentee” includes not only the
patentee to whom the patent was issued but alge the
successors in title fo the patentee. :

702 Requisites of the Application

When a new application is assigned in the
examining group, the examiner should review
the contents of the application to determine if
the application meets the requirements of 85
U.8.C. 111, Any matters affecting the filing date
of the application, such as lack of an original
signature or lack of claims should be checked
before the application is placed in the storage
racks to await the first action. :

The examiner should be careful to see that
the application meets all the requisites set
forth in chapter 600 both as to formal matters
and as to the completeness and clarity of the
disclosure, If all of the requisites are not
met, applicant may be called upon for neces-
sary amendments. Such amendments, how-
ever, must not include new matter.

70201 - ‘Obviously Informal Cases

When an application is reached for its first
action and it is then discovered to be imprac-
tical to give a complete action on the merits
becanse of an informal or insufficient disclosure,
the following procedure may be followed :

(1) A reasonable search should be made of the
invention so far as it can be understood from the
disclosure, objects of invention and claims and
any apparently pertinent avt cited. In the rare
case in which the disclosure is so incomprehen-
sible as to preclude a reasonable search the
action should clearly inform applicant that no
search was made.

(2) Informalities noted by the Application
Division and deficiencies in the drawing should

Rev. 1, Jan. 1680
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be pointed out by means of attachments to the
examiner’s letter (see § 707.07(a)), .

(8) A requirement should be made that the
specification be revised to conform to idiomatic
English and United States practice; . .

(4) The claims should be rejected as failing
to define the invention in the manner required
by 85 U.8.C. 112 if the{sfrl are informal. A blanket
rejection is usually sufficient. .

The examiner should not attempt to point
out the specific points of informality in the
specification and claims. The burden is on the
applicant to revise the application to render
it in proper form for.a complete examination.

I£ o number of obviously informal claims are
filed in an application, such claims should be
treated as being a single claim for fee and ex-
amination purposes.

It is obviously to applicant’s advantage to file
the application with an adequate disclosure and
with claims which conform to the U.S. Patent
and Trademark Office usages and requirements.
This should be done whenever possible. If, how-
ever, due to the pressure of a Convention dead-
line or other reasons, this is not possible, appli-
eants are urged to submit promptly, preferably
within three months after filing, a preliminary
amendment which corrects the obvious infor-
malities. The informalities should be corrected
to the extent that the disclosure is readily un-
derstood and the claims to be initially examined
are in proper form, particularly as to depend-
ency, and otherwise clearly define the invention.
“New matter” must be excluded from these
amendments since preliminary amendments do
not enjoy original disclosure status, § 608.04(b).

Whenever, upon examination, it is found that
the terms or phrases of modes of chiaracteriza-
tion used to describe the invention are not
sufficiently consonant with the art to which the
invention pertains, or with which it is most
nearly connected, to enable the examiner ‘to
make the examination specified in 37 CFR 1.104,
the examiner should malke a reasonable search of
the invention so far as it can be understood from
the disclosure. The action of the examiner
may be limited to a citation of what appears to
be the most pertinent prior art found and a
request that applicant correlate the terminology
of his specification with art-accepted termi-
nology before further action is made.

A suitable form for this action is as follows:

“A preliminary examination of this appli-
cation indicates that the following terminol-
ogy (or properties or units of test data, etc.)

. which appear(s) at page(s) . . . of the
specification is (are) so gifferent from those
generally accepted in the art to which this
invention pertaing that it is difficult or impos-
sible to make a reliable search. o
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Applicant is therefore requested to provide
& sufficient elucidation of these terms (or
properties or test data) or correlation thereof
with art-accepted terminology so that a
roper comparison with the prior art can
e made. . Lo o
A SHORTENED STATUTORY PE-
RIOD FOR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS
FROM THE DATE OF THIS LETTER.”
For the procedure to be followed when only
the drawing is informal, see §§ 608.02(a) and
608.02(b). . . ... SRR

703 “General Information Concerning
Patents” e o

The pamphlet “General Information Con-
cerning Patents” may be sent to an applicant
handling his own case when the examiner
deems it advisable.

704 Search

After reading the specification and claims,
the examiner searches the prior art.
" The. subject of searching is more fully
treated in chapter 900. See §§ 904 through
904.02. The invention should be thorou%{hiy
understood before a search is undertaken.
However, informal cases, or those which can
only be imperfectly understood when they
come up for action in their regular turn are
also given a search, in order to avoid piece-
meal prosecution.

Previovs ExaMinNer’s SEARCH

‘When an examiner is assigned to act on an
application which has received one or more ac-
tions by some other examiner, full faith and
credit should be given to the search and action
of the previous examiner unless there is a clear
error in the previous action or knowledge of
other prior art. In general the second exam-
iner should not take an entirely new al'[l)-
proach to the case or attempt to reorient the
point of view of the previous examiner, or
make a new search in the mere hope of finding
something. See § T17.05.

705 Patentability Reports

Where an application, properly assigned to
one examining group, is found to contain one
or more claims per se classifiable in one or more
other groups, which claims are not divisible
inter se or from the claims which govern classi-
fication of the application in the first group, the
application may be referred to the other group

ZN
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or groups concerned for a report as to the pat- ‘The report, if legibly written, need not be
entability of certain designated claims. This  typed.

report is known as a Patentability Report Note that the Patentability Report practice
(P.R.) and is signed by the primary examiner  is suspended, except in extraordinary circum-
in the reporting group. stances. See § 705.01(e).

186.1 Rev. 1, Jan. 1980
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705.01 Instructions re Patentability

Reports

When an application comes up for any ac-
tion and the primary examiners involved
agree that a Patentability Report is necessary,
the application is forwarded to the proper
group with a memorandum attached, for in-
stance, “For Patentability Report from group
e a8 to claims 2

705.01(a) Nature of P.R., Its Use and
Disposal

The primary examiner in the group from
which the Patentability Report is requested, if
he or she approves the request, will direct the
preparation of the Patentability Report, This
Patentability Report is written or typed on a
memorandum form and will include the cita-
tion of all pertinent references and a complete
action on all claims involved. The field of
search covered should be endorsed on the file
wrapper by the examiner making the report.

en an examiner to whom a case has been
forwarded for a Patentability Report is of the
opinion that final action is in order as to the
referred claims, he or she should so state. The
Patentability Report when signed by the pri-
mary examiner in the reporting group wili be
returned to the group to which the application
is regularly assigned. :

The examiner preparing the Patentability
Report will be entitled to receive an explana-
tion of the disclosure from the examiner to
whom the case is assigned to avoid duplication
of work, If the primary examiner in a re-
porting group is of the opinion that a Pat-
entability Report is not in order, he should so
advise the primary examiner in the forward-

ing group.
DisAGREEMENT A8 T0 CLASSIFICATION

Conflict of opinion as to classification may
be referred to a patent classifier for decision.

If the primary examiner in the group
having jurisdiction of the case agrees with the
Patentability Report, he or she should incorpo-
rate the substance thereof in his or her action,
which action will be complete as to all claims.
The Patentability Report in such a case is not
given a paper number but is allowed to remain
in the file until the case is finally disposed of by
allowance or abandonment, at which time it
should be removed.

DisacreemEnT o PAreNTARILTTY REPORT

If the primary examiner does not agree
with the Patentability Report or any portion

705.1(c)

thereof, he or she may consult with the primary
examiner responsible for the report. If agree-
ment as to the resulting actlon cannot be
reached, the primary examiner having juris-
diction of the case need not rely on the Pat-
entability Report but may make his or her own
action on the referred claims, in which case the
Patentability Report should be removed from
the file.
Arprar, TAREN

‘When an appeal is taken from the rejection
of claims, all of which are examinable in the
group preparing s Patentability Report, and
the application is otherwise allowable, formal
transfer of the case to said group should be
made for the purpose of appeal only. The
receiving group will take jurisdiction of the
application and prepare the examiner’s
answer. At the time of allowance, the applica-
tion may be sent to issue by said group with its
classification determined by the controlling
claims remaining in the case.

705.01(b) Sequence of Examination

In the event that the supervisory primary
examiners concerned in a P.R. case cannot
agree a5 to the order of examination by their
groups, the supervisory primary examiner
having jurisdiction of the case will direet that
a complete search be made of the art relevant to
his claims prior to referring the case to another
group for report. The group to which the case
is referred will be advised of the results of this
search. _

If the supervisory primary examiners are of
the opinion that a different sequence of search
is expedient, the order of search should be corre-
spondingly modified.

705.01(¢) Counting and Recording
P.R.’s

The forwarding of the application for a Pat-
entability Report is not to be treated as a
transfer by the forwarding group. When
the P.R. is completed and the application is
ready for return to the forwarding group,
it is not counted either as a receipt or action

* by transfer. Credit, however, is given for the
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time spent. See § 1705.

The date status of the application in the
reporting group will be determined on the
basis of the dates in the group of original
jurisdiction. To insure orderly progress in the
reported dates, a timely reminder should be
furnished to the group making the P.R.
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705.01(d) Duplicate Prints of Draw-
ings

In Patentability Report cases having draw-
ings, the examiner to whom the case is as-
signed will furnish to the group to which the
case is referred, prints of such sheets of the
drawings as are applicable, for interference
search purposes. That this has been done may
be indicated by a pencil notation on the file
wrapper.

When a case that has had Patentability Re-
port prosecution is passed for issue or becomes
abandoned, NOTIFICATION of this fact will
AT ONCE be given by the group having
jurisdiction of the case to each group that
submitted a P.R. The examiner of each such
reporting group will note the date of allow-
ance or abandonment on his duplicate set of
prints. At such time as these prints become
of no value to the reporting group, they may
be destroyed.

705.01 (e) Limitation as 1o Use

The above outlined Patentability Report
practice is not obligatory and should be re-
sorted to only where 1t will save total examiner
time or result in improved quality of action
due to specialized knowledge. A saving of to-
tal examiner time that is required to give a
complete examination of an application iz of
primary importance. Patentability Report
practice is based on the proposition that when
plural, indivisible inventions are claimed, in
some instances either less time is required for
examination, or the results are of better qual-

.ity, when specialists on each character of
claimed invention treat the claims directed to
their specialty. However, in many instances a
single examiner can give & complete examina-
tion of as good quality on all claims, and in
less total examiner time than would be con-
sumed by the use of the Patentability Report
practice.

Where claims are dirvected to the same char-
acter of invention but differ in scope only,
prosecution by Patentability Report is never
proper.

Exemplary situations where Patentability
Reports are ordinarily not proper are as fol-
lows:

(1) Where the claims are related as a manu-
facturing process and a product defined by the
process of manufacture. The examiner having
jurisdiction of the process can usually give a
complete, adequate examination in less total
examiner time than would be consumed by the
use of a Patentability Report.
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(2) Where the claims are related as a prod-
uct and a process which involves merely the
fact that a product having certain characteris-
tics is made. The examiner having jurisdic-
tion of the product can usually make a com-
plete and adequate examination.

(8) Where the claims are related as a com-
bination distinguished solely by the charac-
teristics of a subcombination and such sub-
combination per se. The examiner having
jurisdiction ofp the subcombination can usually
make a complete and adequate examination.

Where it can be shown that a Patentability
Report will save total examiner time, one is
permitted with the approval of the group di-
rector of the group to which the application is
assigned. The “Approved” stamp should be im-
pressed on the memorandum requesting the
P.R.

705.01(f)

In situations where an interview is held on
an application in which a Patentability Report
has been adopted, the reporting group may be
called on for assistance at the interview when
it concerns claims treated by them. See 8§ 713 to
718.10 regarding interviews in general.

Interviews With Applicants

706 Rejection of Claims

Although this part of the Manual explains
the procedure in rejecting claims, the examiner
should never overlook the importance of his
role in allowing claims which properly define
the invention.

87 OFR 1.108. Rejection of cleims, (a) If the inven-
tion is not considered patentable, or not considered
patentable as claimed, the claims, or those considered
unpatentable will be rejected.

{b} In rejecting claims for want of novelty or for
obviousness, the examiner must cite the best ref-
erences at his command. When a reference is complex
or shows or describes inventions other than that claimed
by the applicant, the particular part relled on must be
designated as nearly as practicable. The pertinence
of each reference, if not apparent, must be cleariy ex-
plained and each rejected claim specified.

Patent examiners carry the responsibility of
making sure that the standard of patentability
enunciated by the Supreme Court and by the
Congress is applied in each and every case.
The Supreme Court in Graham v. John Deere,
148 USPQ 459 (decided February 21, 1966),
stated that,

“Under § 103, the scope and content of
the prior art are to be determined; differ-
ences between the prior art and the claims
at issue are to be ascertained ; and the level
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of ordinary skill in the pertinent art re-
solved. Against this background, the ob-
viousness or nonobviousness of the subject
matter is determined. Such secondary
considerations @5 commercial success, long
folt but unsolved needs, failure of others,
ete., might be utilized to_give light to
the circumstances surrounding the origin
of the subject matter sought to be pat-
ented. As indicia of obviousness or non-
obviousness, these inquiries may have
relevancy. . . .

“This is not to say, however, that there
will not be difficulties in applying the non-
obviousness test. What is obvious is not a
guestion upon which there is likely to be
uniformity of thought in every given fac-
tual context. The difficulties, however, are
comparable to those encountered daily by
the courts in such frames of reference as
negligence and scienter, and should be
amenable to a case-by-case development.
We believe that strict observance of the re-

wirements laid down here will result in
that uniformity and definitiveness which
Congress called for in the 1952 Aet.
- “While we have focused attention on the
appropriate standard to be applied by the
courts, it must be remembered that the pri-
mary responsibility for sifting out unpat-
entable material lies in the Patent Ofice.
To await litigation is--for all practical
purposes—to debilitate the patent system.
‘We have observed a notorious difference
between the standards applied by the Pat-
ent Office and by the courts. While many
reasons can be adduced to explain the dis-
crepancy, one may well be the free rein
often exercised by examiners in their use
of the concept of “invention.” In this
conmection we note that the Patent Office is
confronted with a most difficult task. . ., .
This is itself a compelling reason for the
Commissioner to strictly adhere to the 1852
Act as interpreted here. This would, we
believe, not only expedite disposition but
bring about a closer concurrence between
administrative and judicial precedent.”
Accordingly, an application covering an in-
vention of doubtful patentability should not be
allowed, unless and until issnes pertinent to
such doubt have been raised and overcome in
the course of examination and prosecution, since
otherwise the resultant patent would not justify
the statutory presumption of wvalidity (33
U.8.C. 282), nor would it “strictly adhere” to
the requirements laid down by Congress in the
1952 Act as interpreted by the Supreme Court.
Office policy has consistently been to follow
Graham v. John Deere Co. in the consideration
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and determination of obviousness under 35
U.8.0. 103, As quoted above, the three factual
inquiries enunciated therein as a background
for determining obviousness are briefly as
follows:

1. Determination of the steps and contents of

the prior art.

9. Ascertaining the differences between the

prior art and the claims in issue; and

3. Resolving the level of ordinary skill in the

pertinent art.

The Supreme Court reaffirmed and relied
upon the Graham three pronged test in its con-
sideration and determination of dbviousness in
the fact situations presented in both the Sak-
raida v. Ag Pro, 18% USPQ 449 (decided April
20, 1976) and Anderson’s-Black Rock, Inc. v.
Pavement Salvage Co., 168 USPQ 673 (decided
December 8, 1069) decisions. In each case, the
Court went on to discuss whether the claimed
combinations produced a “new or different
function” and a “synergistic result”, but clearly
decided whether the claimed inventions were
unobvious on the basis of the three-way test in
Graham. Nowhere in its decisions in those cases
does the Court state that the “new or different
function” and “synergistic result” tests super-
sede a finding of unobviousness or obviousness
under the Graham test.

Accordingly, examiners should apply the test
for patentability under 35 U.S.C. 103 set forth
in Graham. It should be noted that the Supreme
Court’s application of the Graham test to the
fact circumstances in Ag Pro was somewhat
stringent, as it was in Black Rock. Note Fe-
public Industries, Inc. v. Schlage Lock Co.
900 USPQ 769 (C.A. 9th Cir.)

The standards of patentability applied in the
examination of claims must be the same
throughout the Office. In every art, whether it
be considered “complex,” “newly developed,”
“crowded,” or “competitive,” all of the require-
ments for patentability (e.g., novelty, useful-
ness and unobviousness, as provided in 36 U.8.C.
101, 102, and 103) must be met before a claim is
allowed. The mere fact that a claim recites in
detail all of the features of an invention (ie., is
a “picture” claim) is never, in itself, justifica-
tion for the allowanee of such a claim.

When an application discloses patentable
subject matter and it is apparent from the
claims and the applicant’s arguments that the
claims are intended to be directed to such pat-
entable subject matter, but the claims in their
present form cannot be allowed because of de-
feets in form or omission of a limitation, the
examiner should not stop with a bare objec-
tion or rejection of the claims. The exam-
iner’s action should be comstructive in nature
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and when possible he should offer a definite
suggestion for correction.

It the examiner is satisfied after the search
has been completed that patentable subject
matter has been disclosed and the record indi-
cates that the applicant intends to elaim such
subject matter, he may note in the Office action
that certain aspects or features of the patenta-
ble invention have not been claimed and that
if properly claimed such claims may be given
favorable consideration.

37 OFR 1.112. Reexawmination and reconsideration,
After response by applicant (section 1.111) the applica-
tion will be reexamined and reconsidered, and the ap-
plicant will be notified if claims are rejected, or ob-
jections or requirements made, in the same manner as
affer the first examination. Applicant may respond to
such Office action, in the same manner provided in sec-
tion 1.111 with or without amsendment, but any amend-
ments after the second Office action must ordinarily be
restricted to the rejection or to the objections or re-
quirements made, and the application will be again con-

sidered, and so on repeatedly, unless the examiner has .

indicated that the action is Annl.

706.01 Contrasted With Objection

The refusal to grant claims because the sub-
ject matter as claimed is considered unpatenta-
ble is called a “rejection.” 'The term “rejected”
must be applied to such claims in the exam-
iner’s letter. Tf the form of the claim (as dis-
tinguished from its substance) is improper, an
“objection” is made. The practical difference
between a rejection and an objection is that a
rejection, involving the merits of the claim, is
subject to review by the Board of Appeals,
while an objection, if persisted in, may be
reviewed only by way of petition to the Com-
missioner.

An example of a matter of form as to which
objection is made is dependency of a claim on a
rejected claim, if the dependent claim is other-
wise allowable. See § 608.01(n),

706.02 Rejection on Prior Art

85 U.8.0. 102. Conditions for patentadility ; novelly
and 103s of right to petent. A person shall be entitled
to a patent -unless—

{a) the invention was known or used by others

in this country, or patented or described in g

printed publication in this or a forelgn country,

before the invention thereof by the applicant for
patent, or

(b) the invention was patented or described in a
printed publication in this or a foreign country or

In public use or on sale in thig country, more than

one year prior fo the date of the application for

patent in the United States, or
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(¢) he has abandoned the invention, or
(d) the invention was first patented or caused
to be patented, or was the subject of an inventor's
certificate, by the applicant or his legal representatives
or assigns in a foreigh country prior to the date of the
application for patent in this country on an application
for patent or inventor's certificate filed more than
twelve months before the filing of the application in
the United States, or
(e} the invention was described in a patent
granfed on an application for patent by another
flled in the United States before the inventlon
thereof by the applicant for patent, or
(f) he did not himself invent the subject matter
sought to be patented, or
{g) before the applicant’s invention thereof the
invention was made In this country by another
who had not abandoned, suppressed, or concealed
it. In determining priority of invention there ghall
be considered not only the respective dates of
conception and reduetion to practice of the inven-
tion, but alse the reasonable diligence of one who
was first to concelve and last to reduce to practice,
from 2 time prior to conception by the other.

38 U.R.0. 108. Conditions for ‘petentability; non-
obvious subjeot matter. A patent may not be obtained
though the invention is not identically disclosed or
described as get forth in section 102 of this title, if
the differences between the subject matter sought to
be patented and the prior art are such that the
subject matter as a whole would have heen obvious
at the time the invention was made to a person
having ordinary skill in the art to which said subject
matter pertains. Patentability shall not be negatived
by the manner in which the invention wag made.

By far the most frequent gronnd of rejection
is on the ground of unpatentability in view of
the prior art, that is, that the elaimed matter
is either not novel under 35 U.S.C. 102, or else
it is obvious under 835 U.S.C. 103. The lan-
guage to be used in rejecting claims should be
unequivocal. See § 707.07(d).

85 U.S.C. 102 (Awmicteation or LACE or
Noverry)

The distinction between rejections based on
35 U.S.C. 102 and those based on 85 17.8.C. 103
should he kept in mind. Tnder the former, the
claim is anticipated by the reference. No ques-
tion of obviousness is present. It may be ad-
visable to identify a particular part of the
reference to support the rejection. If not, the
expression “rejected under 35 U.S.C. 102 as
clearly anticipated by” is appropriate.

35 U.8.C. 108 (Opviouswess)

In contrast, 85 U.S.C. 108 authorizes a rejec-
tion where to meet the claim, it is necessary to
modify a single reference or to combine it with
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one or more others. After indicating that the
rejection is under 85 U.S.C. 103, there should
be set forth (1) the difference or differences in
the claim over the applied reference(s), (2) the
proposed modification of the applied refer-
ence(s) necessary to arrive at the claimed sub-
ject matter, and (3) an explanation why such
proposed modification would be obvious,

Prior art rejections should ordinarily be con-

fined strictly to the best available art. ISxcep-
tions may properly be made, e.g., (1) where the
propriety of a 85 U.S.C. 102 rejection depends
on a particular interpretation of a claim; (2)
where a claim is met only in terms by a refer-
ence which does not disclose the inventive eon-
cept involved; or (3) where the most pertinent
reference seems likely to be antedated by a 87
CFR 1.131 affidavit or declaration. Such rejec-
tions should be backed up by the best other art
rejections available. Merely cumulative rejec-
tions; i.e., those which would clearly fall if the
primary rejection were not sustained, should be
avoided.
. The Court of Customs and Patent Appeals
has held that expedients which are functionally
equivalent to each other are not necessarily ob-
vious in view of one another. In re Scott, 139
USPQ 297, 51 CCPA 747 (1963) ; In re Flint-
141 USPQ 299, 51 CCPA 1230 (1964).

This Court has also held that when a claim is
rejected under 85 U.S.C. 108, a limitation which
is considered to be indefinite cannot be properly
disregarded. If a limitation in a claim is con-
sidered to be indefinite, the claim should be
rejected under 35 U.S.C. 112, second paragraph.
In re Wilson, 165 USPQ 494, 57 CCPA 1029
(1970). Note also In re Steele, 184 USPQ 292,
49 CCPA 1295 (1962). See § 706.03(d).

‘Where a reference 1s relied on to support a
rejection, whether or not in a “minor capacity”
that reference should be positively included in
the statement of the rejection. See In re Hoch,
%2{;78SPQ 406, 57 CCPA. 1292, footnote 3

‘Where the last day of the year dated from the
date of publication falls on a Saturday, Sun-
day or holiday, the publication is not a statu-
tory bar under 35 [J.8.C. 102(b) if the applica-
tion was filed on the next succeeding business
day. Ex parte Olah and Kuhn, 131 USPQ 41
(Bd.App. 1960). It should also be noted that a
magazine is effective as a printed publication
under 35 U.S.C. 102(b) as og the date it reached
the addressee and not the date it was placed in
the mail. Protein Foundation Inc. v. Brenner,
151 USPQ 561 (D.C.D.C. 19686).

A U.S. patent may be a reference against an
application even though the patent date is ai-
ter the United States filing date of the applica-
tion, provided the United States filing date of
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the patent is prior to the United States filing
date of the application. It is proper to use such
a patent as a basic or an auxiliary reference and
such patents may be used together as basic and
auxiliary references. This doctrine arose in
Alegander Milburn Co, v. Davis-Bowrnonwville
Co., 1926 C.D. 303; 344 O.G. 817; and was en-
acted into law by 35 U.S.C. 102(e). It was held
applicable to rejections under 35 17.8.0. 108 by
the U.S. Supreme Court in Hazeltine Rescarch,
Ine. et al. v. Brenmer, 147 USPQ 429 (1965).
See also section 715.01.

Public Law 92-34 provided for situations
caused by the postal emergency which began
on March 18, 1970 and ended on or about
March 30, 1970. This law allows the applicant
to claim an earlier filing date if delay in filing
was caused by the emergency. Such earlier filing
dates were printed on the patents along with
the actual filing dates whenever it was possible.
However, patents issued with earlier filing dates
claimed under Public Law 92-84 are effective
as prior art under 35 U.8.C. 102(e) only as of
their actual filing dates and not as of such
claimed earlier filing dates. The details of the
procedure to claim the earlier date appeared at
889 0.G. 1064

For the proper way to cite a patent issued
after the filing of the applcation in which it
is being cited, see § 707.05(e).

706.02(a) Establishing “Well Known”
' Prior Art

Things believed to be known to those skilled
in the art are often asserted by the examiner
to be “well known” or “matters of common
knowledge”. If justified, the examiner should
not be obliged to spend time to produce docu-
mentary proof. If the knowledge is of such
notorious character that judicial notice can be
taken, it is sufficient so to state. In re Mal-
colm, 1942 C.D. 589; 548 O.G. 440. 1I1f the ap-

licant traverses such an assertion the exam-
iner should cite a reference in support of his
position.

When a rejection is based on facts within the
personal knowledge of the examiner, the data
should be stated as specifically as possible, and
the reference must be supported, when called for
by the applicant, by an affidavit from the ex-
aminer. Such an affidavit is subject to contradic-
tion or explanation by the affidavits of the ap-
plicant and other persons. See 37 CFR 1.107.

Failure of the applicant to seasonably chal-
Jenge such assertions establishes them as ad-
mitted prior art. See In re Gunther, 1942 C.D.
332; 538 0.G. T44; In re Chevenard, 1944 C.D.
141; 500 O.G. 196, This applies also to asser-
tions of the Board. In re Selmi, 1946 C.D.
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525; 591 O.G. 160; In re Fischer, 1942 C.D.
295; 538 O.G. 503.

For further views on judicial notice, see In re
Ahlert, 57 CCPA. 1023, 165 USPQ 418 (1970)
(assertions of technical facts in areas of estoteric
technology must always be supported by citation
of some reference work) ; In re Boon, 58 COPA
1035, 160 USPQ 231 (1971) (a challenge to the
taking of judicial notice must contain adequate
information or argument to create on its face a
reasonable doubt regarding the circumstances
justifying the judicial notice) ; and In re Barr,
58 CCPA 1389, 170 USPQ 330 (1971) (involved
references held not a sufficient basis for takin
judicial notice that involved controverte
phrases are art-recognized).

706.03 Rejections Not Based on Prior
Art ‘

The primary object of the examination of an
application is to determine whether or not the
claims define a patentable advance over the
prior art. This consideration should not be
relegated to a secondary position while undue
emphasis is given to non-prior art or “technical”
rejections. Effort in examining should be con-
centrated on ftruly essential matters, minimizing
or eliminating effort on technical rejections
which are not really critical. Where a major
technical rejection is proper (e.g., lack of proper
disclosure, undue breadth, utility, ete.) such re-
jection should be stated with a full development
of the reasons rather than by a mere conclusion
coupled with some stereotyped expression.

Rejections not based on prior art are ex-
plained in §§ 706.03(a) to 706.03(z). IF THE
ITALICIZED LANGUAGE IN THESE
SECTIONS IS INCORPORATED IN THE
REJECTION, THERE WILL BE LESS
CHANCE OF A MISUNDERSTANDING
AS TO THE GROUNDS OF REJECTION.

706.03(a) Nonstatutory Subject Mat-
ter

Patents are not granted for all new and use-
ful inventions and discoveries. The subject
matter of the invention or discovery must come
within the boundaries set forth by 35 U.S.C.
101, which permits patents to be granted only
for “any new and useful process, machine,
manufacture, or composition of matter, or any
new and useful improvement thereof.

The term “process” as defined in 35 U.S.C.
100, means process, art or method, and includes
2 new use of a known process, machine, manu-
facture, composition of matter, or material.
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Decisions have determined the limits of the
statutory classes. Examples of subject matter
not patentable under the Statute follow:

Prixrep MaTrer

For example, a mere arrangement of printed
matter, though seemingly & “manufacture,” is
rejected as not being within the statutorg
alasses. See In re Miller, 164 USPQ 46, 5
CCPA. 809 (1969) ; Ex parte Gwinn, 112 USPQ
439 (Bd. App. 1988); and In re Jones, 153
USPQ 77, 54 CCPA 1218 (1967).

Narorarny Qocourring Arrics

Similarly, a thing occurring in nature, which
is substantially unaltered, is not a “manufac-
ture.” A shrimp with the head and digestive
tract removed is an example. Ex parte Gray-
son, 51 USPQ 413.

Meraop or Domve Business

Though seemingly within the category of a
process or method, a method of doing business
can be rejected as not being within the statutory
classes. See Hotel Security Checking Co. v.
Lorraine Co., 160 Fed. 467 and In re Wait, 24
USPQ 88, 22 CCPA 822 (1934).

Scaenrizre PRINCIPLE

A scientific principle, divorced from any
tangible structure, can be rejected as not
Witggn the statutory classes. O'Reilly v. Morse,
15 Howard 62.

This subject matter is further limited by the
Atomic Energy Act explained in § 706.03(b).

706.03(b) Barred by Atomiec Energy
Act

A limitation on what can be patented is im-
posed by the Atomic Energy Act of 1954. Sec-
tion 1581(a) (42 U.8.C. 2181a) thereof reads in
part as follows:

No patent shall hereafter be granted for any inven-
tion or discovery which is useful solely in the utilizga-
tion of special nuclear material or atomic energy in
an atomic weapon,

The terms “atomic energy” and “special
nuclear material” are defined in Section 11 of
the Act (42 U.5.C. 2014).

Sections  151(e} and 151(d)} (42 US.C.
2181c and d) set up categories of pending appli-
cations relating to atomic energy that must be
brought to the attention of the Department of
Energy. Under 37 CFR 1.14(c), applications
for patents which disclose or which appear to
disclose, or which purport to disclose, inventions
or discoveries relating to atomic energy are re-
ported to the Department of Energy and the
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Department will be given access to such applica-
tions, but such reporting does not constitute a
determination that the subject matter of each
application so reported is in fact useful or an
invention or discovery or that such application
in fact dicloses subject matter in categories
specified by the Atomic Energy Act,

A1l applications received in the Patent and
Trademark Office are sent to Licensing and
Review for screening by Group 220 personnel,
under 87 CFR 1.14(c), in order for the Com-
missioner to fulfill his responsibilities under
section 151(d) (42 U.8.C. 2181d) of the Atomic
Energy Act. Papers subsequently added must
be inspected promptly by the examiner when
received to determine whether the application
has been amended to relate to atomic energy
and those so related must be promptly for-
warded to Licensing and Review.

All rejections based upon sections 151(a)
(42 U.S.C. 2181a), 152 (42 U.S.C. 2182), and
155 (42 U.S.C. 2185) of the Atomic Energy
Act must be made only by Group 220 personnel.

706.03(¢) Funetional

See Ex parte Ball et al, 1958 C.D. 4; 875
0.G. 5: In re Arbeit et al, 1953 C.D. 409;
gg’il’ 0.G. 843 and Ex parte Stanley, 121 USPQ

35 UK.C. 112. Specification. The specification shall
contain a written description of the invention,
gnd of the manner and process of making
and using it, in such full, clear, concise, and
exact terms as to enable any person skilled in the art
to which it pertains, or with which it is most nearly
eonnected, to make and use the same, and shall set
forth the best mode contemplated by the inventor of
carrying out his invention.

The specification shall conclude with one or more
claims particularly pointing out and distinetly claim-
ing the subject matter which the applicant regards as
his fnvention. A claim may be written in independent
or, if the nature of the case admits, in dependent or
multiple dependent form.

Subject to the following paragraph, a claim in de-
pendent form shall contain a reference to a claim pre-
viously set forth and then specify a further limifation
of the subject matier claimed. A claim in dependent
form shall be construed to incorporate by reference all
the limitations of the claim to which it refers.

A claim in multiple dependent form shall contain a
reference, in the alternative only, to more than one
claim previously set forth ang then specify a further
limitation of the subject matter claimed. A multiple
dependent claim shall not serve as a basis for any
other multiple dependent claim. A multiple dependent
claim shall be congtrued o incorporate by reference all
the Hmitations of the particular claim in relation to
which if is being considered.
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An element in a claim for a combination may be
expressed as 4 means or step for performing a gpecified
function without the recital of structure, material, or
acts in support thereof, and such claim shall be con-
strued fo cover the corresponding structure, material,
or acts described in the specification and eguivalents
thereof,

The last paragraph of 85 U.S.C. 112 has the
effect of prohibifing the rejection of a claim for
a combination of elements (or steps) on
the ground that the claim distinguishes
from the prior art solely in an element
{or step) defined as a “means” (or
“step”)  coupled with a statement of
function. However this provision of the last
paragraph must always be considered as sub-
ordinate to the provision of paragraph 2 that the
claim particularly point out and distinetly
claim the subject matter. If a claim is found
to contain language approved by the last para-
graph such claim should always be tested addi-
tionally for compliance with paragraph 2 and if
it fails to comply with the requirements of
paragraph 2, the elaim should be so rejected and
the reasons fully stated.

The last paragraph of 85 U.8.C. 112 makes no
change in the established practice of rejecting
claims as functional in situations such as the
following:

1. A claim which contains functional lan-
guage not supported by recitation in the claim
of sufficient structure to warrant the presence
of the functional language in the claim. An
example of a claim of this character may be
foun&) in In re Fuller, 1929 C.D. 172; 888 O.G.
279. The claim reads:

A woolen cloth having a tendency to wear
rough rather than smooth,

2. A claim which recites only a single means
and thus encompasses all possible means for
performing a desired function, For an ex-
ample, see the following claim in Ex parte
Bullock, 1907 C.D. 93; 127 O.G. 1580:

In a device of the class described, means for
transferring clothes-carrying rods from one
position and depositing them on a suifable
support. :

Note the following cases:

1. In re Hutechinson, 69 USPQ 138, 83
COPA 879 (1946), the terms “adapted for
use in’’ and “adapted to be adhered to” were
held not to constitute a limitation in any
patentable sense. '

2, In re Mason, 114 USPQ 127, 44 CCPA
987 (1957), the functional “whereby” state-
ment was held not to define any structure and
accordingly could not serve to distinguish.

3. In re Boller, 141 USPQ 740, 51 CCPA
1484 (51964), the term “volatile neutralizing
agent” was held to be patentably effective
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and commensurate with the breadth of the
disclosed invention.

4, In re Land and Rogers, 151 TUSPQ 621
(1966}, the expression “adapted to be ren-
dered diffusible in said liquid composition
only after at least substantial development”
was given weight.

5. In re Halleck, 164 USPQ 647, 57 CCPA
954 (1970), the term “an effective amount”
was held not objectionable. ‘

6. In re Swinehart and Sfiligoj, 169 USPQ
226 (1971), held that the meaning of “trans-
parent to infra-red rays” is sufficiently clear.

7. In re Barr et al., 170 USPQ 330, 58
CCPA. 1388 (1971), held that the expression
“incapable of forming a dye with said oxi-
dized developing agent,” set forth definite
boundaries.

706.03(d) Vague and Indefinite

When the examiner is satisfied that patenta-
ble novelty is disclosed and it is apparent to
the examiner that the claims are directed to
such patentable subject matter, he should al-
low elaims which define the patentable novelty
with a reasonable degree of particularity and
distinctness. Some latitude in the manner of
expression and the aptness of terms should be
permitted even though the claim language is
not as precise as the examiner might desire,

The fact that a claim is broad does not nee-
essarily justify a rejection on the ground that
the claim is vague and indefinite or incom-
plete. In non-chemical cases, a claim may, in
general, be drawn as broadly as permitted by
the prior art.

The rejection of a claim as indefinite wounld
appear to present no difficulties. On ocecasion,
however, a great deal of effort is required to
explain just what is wrong with the claim,
when writing the examiner’s letter. Although
cooperation with the attorney is to be com-
mended, undue time should not be spent trying
to guess what the attorney was trying to say in
the claim. Sometimes, a rejection as indefinite
plus the statement that a certain line is mean-
ingless is sufficient. The examiner’s action
should be constructive in nature and when pos-
sible he should offer a definite suggestion for
correction.

The mere inclusion of reference numerals in
a claim otherwise allowable is not a ground
for rejection. But see Ex parte Osborne, 1900
C.D. 187; 92 O.G. 1797.

Alternative expressions such as “brake or
locking device” may make a claim indefinite if
the limitation covers two different elements.
If two equivalent parts are referred to such as
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“rods or bars”, the alternative expression may
be considered proper.

The inclusion of a negative limitation shall
not, in itself, be considered a sufficient basis
for objection to or rejection of a claim. How-
ever, 1f such a limitation renders the claim
unduly broad or indefinite or otherwise results
in a failure to point out the invention in the
manner contemplated by 35 U.8.C. 112, an ap-
propriate rejection should be made.

enerally speaking, the inclusion of (1) nega-
tive limitations and {2) alternative expressions,
provided that the alternatively expressed ele-
ments are basically equivalents for the purpose
of the invention, are permitted if no uncertainty
or ambiguity with respect to the question of
scope or breadth of the claim is presented.

The examiner has the responsibility to make
sure the wording of the claims is sufficiently
definite to reasonably determine the scope. It is
applicant’s responsibility to select proper word-
ing of the claim, except to the extent that the
selection of words malkes the claims indefinite.
Under no circumstances should a claim be re-
jected merely because the examiner prefers a
different choice of wording.

$till another way in which a claim can be in-
definite is where a non sequitur occurs. For
example, a claim is inferential and therefore
indefinite when it recites “said lever” and there
was no earlier reference or no anfecedent in
the claim to a lever, An indireot limitation
also affords a ground of rejection as indefinite.
If a “lever” is set forth and, later in the claim,
“gaid aluminum lever” is recited, the claim is
rejected as indefinite.

Rejections for indefiniteness were affirmed in
In re Cohn, 189 USPQ 95 (CCPA 1971); In
re Hammack, 166 USPQ 209 (CCPA 1970);
and Tn re Collier 158 USPQ 266 (CCPA. 1968).

Rejections for indefiniteness were reversed in
In re Castaing, 166 USPQ 550 (CCPA 1970) ;
In re Fisher, 166 USPQ 18 (CCPA, 1970); and
In re Wakefield, 164 USPQ 636 (CCPA 1970)

706.03 (¢) Product by Process

An article may be claimed by a process of
making it provided it is definite. In re Moeller,
1941 C.D. 816 48 USPQ 542; 28 CCPA 932;
In re Luck, 177 USPQ 523 (CCPA 1973); In
re Steppan, 156 USPQ 143 (CCPA 1967); and
In re Pilkington, 162 USPQ 145 (CCPA 1969).

When the prior art discloses a product which
reasonably appears to be either identical with
or only slightly different than a product claimed
in a product-by-process claim, 2 rejection based
alternatively on either section 102 or 103 of the
statute is appropriate. As a practical matter, the



PXAMINATICN OF APPLICATIONS

Patent and Trademark Office is not equipped to
manufacture products by the myriad of proc-
esses put before it and then obtain prior art
products and make physical comparisons there-
with. A lesser burden of proof is required to

make out a case of prima facie obviousness for -

product-by-process claims because of their
peculiar nature than when a product is claimed
in the conventional fashion. In re Brown, 59
CCPA 1086, 173 USPQ 685 (1972) ; In re Fess-
mann, 180 USPQ 324 (CCPA 1974).

Where an applicant’s product is incapable of
description by product claims which are of dif-
ferent scope, he is entitled to product-by-process
claims that recite his novel process of manufac-
ture as a hedge against the possibility that his
broader product claims may be invalidated. In
re Hughes, 182 USPQ 106 (CCPA 1974).

The fact that it is necessary for an applicant
to describe his product in product-by-process
terms does not prevent him from presentin
claims of varying scope, Ex parte Pantzer &ng
Feier, 176 USPQ 141 (Board of Appeals, 1972).

706.03 (f)

A claim can be rejected as incomplete if it
omits essential elements, steps or necessary
structural cooperative relationship of elements,
such omission amounting to a gap between the
elements, steps or necessary structural connec-
tions. Greater latitude is permissible with re-
spect to the definition in & claim of matters not
essential to novelty or operability than with
respect to matters essential thereto. See also
§ 706.03(d). :

706.03(g) Prolix

Claims are rejected as proliz when they con-
tain long recitations of unimportant details
which hide or obscure the invention. Ex parte
Tagan, 1911 C.D. 10; 162 O.G. 538, expresses
the thought that very long detailed claims set-
ting forth so many elements that invention can-
not possibly reside in the combination should
be rejected as prolix. See also In re Ludwick,
1925 C.D. 306; 339 O.G. 393.

706.03(h) Nonstatutory Claim

Some applications when filed contain an om-
nibus claim such as *A device substantially as
shown and described.”

Such a claim can be rejected as follows:

Claim ___._ is rejected for failing to par-
ticularly point out and distinctly claim the
invention as required in 35 U.5.C. 112
For cancellation of such a claim by examin-

er's amendment, see § 1302.04(b).

Incompleie
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706.03(1) Aggregation

Rejections on the ground of aggregation
should be based upon a lack of cooperation be-.
¢ween the elements of the claim. Many deci-
sions and some legal writers extend the term
to include old and exhausted combinations
(8§ 706.08(j)). Confusion as to what is meant
can be avoided by treating all claims which in-
clude more than one element as combinations
(patentable or unpatentable) if there is actual
cooperation between the elements, and as ag-
gregations if there is no cooperation.

Emample. of aggregation: A washing ma-
chine associated with a dial telephone.

Ewxample of old combination: An improved
carburetor claimed in combination with a gaso-
line engine.

A claim is not necessarily aggregative be-
cause the various elements do not function si-
multaneously. A typewriter, for example, is a

ood combination. See also In re Worrest, 40

CPA 804, 96 TUSPQ, 381 (1953). Neither is a
claim necessarily aggregative merely because
elements which do cooperate are set forth in
specific detail.

A rejection on aggregation should be made
only after consideration of the court’s comments
in In re Gustafson, 51 CCPA 1358, 141 USPQ
585 (1964).

706.03(j) Old Combination

The rejection on the ground of old combina-
tion (synonymous with “exhausted combina-
tion™) requires the citation of a reference, but
is treated here because of its relation to aggre-
gation. The reference (not a combination of
references, of course) ig cited, not to antici-
pate the claim, but to anticipate the broad
combination set forth in the claim. Moreover,
the cooperation and result between the ele-
ments in the reference must be the same as it
is in the claim.

A rejection on the ground of old combination
should be made whenever proper. Whether
subcombination claims have {;een presented or
allowed in the same application, or whether
other grounds for rejection of the combination
claims exist, are not determinative of the pro-
priety of this rejection. The rejection is proper
when » single reference discloses broadly a com-
bination of the same elements functionally co-
operating in substantially the same manner to
produce substantially the same results as that
of the claimed combination. FEw parte Silver-
stein, 125 USPQ 238, The fact that an appli-
cant has improved one element of a combina-
tion which may be per se patentable does not
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entitle him to a claim to the improved element
in combination with old elements where the ele-
ments perform no new function in the claimed
combination. In re Hall, 41 CCPA 759.

Example: An improved (specifically recited)
carburetor claimed in combination with a gaso-
line engine. A reference is cited which shows
8 carburetor combined with a gasoline engine,
This shows the broad combination to be old.
Both in the reference and in the claimed com-
bination, the cooperation between the carbu-
retor and engine is the same and the end result
is the same. The claimed combination is an
improvement over the prior art only becavse
of the improved carburetor. The carburetor
has separate status, since entire subclasses are
devoted to carburetors, claimed as such. A
reference is preferably cited to show the sepa-
1(*&3:3 )Smtus and development. (See §904.01

Id combination rejections ordinarily are
based on 35 U.S.C. 112 (failure to point out the
invention). The rejection should make it clear
exactly what the combination is and why it is
thought that any improved element does not
modify the action of the combination. A sug-
gested form for use in making an old combina-
tion rejection is as follows: .

“Claim 1 is rejected under 35 U.8.C. 112 as
being drawn to the old combination of a bell,
a battery and a switch connected in series by
wire conductors. .This combination is shown
to be old by the patent to Jones which discloses
broadly the same elements funtionally inter-
related in the same manner to produce substan-
tially the same results. The combination of
claim 1 differs from that shown in Jones in
setting forth a specific construction of the bat-
tery itself. Since the latter does not modify
the action of the other elements recited in the
claim in any material manner, no new combina-
tion is seen to exist. In re Hall, 100 TUSPQ
46; 41 CCPA 759; 208 F. 2d 870; 680 O.G.5.”

See also Lincoln Engineering Co., v. Stewart-
Warner Corp., 303 U.S. 545,87 USPQ 1 (1938) ;
In re MeCabe, 48 CCPA 881, 128 USPQ 149
(1961) (discussion of claim 13); and particu-
larly In re Bernhart, 57 CCPA 737, 163 USPQ
611°(1969).
706.03(k) Duplicate Claims; Double
Patenting

Inasmuch as a patent is supposed to be lim-
ited to only one invention or, at most, several
closely related indivisible inventions, limiting
an application to a single claim, or a single
claim to each of the related inventions might
appear to be logical as well as convenient.
However, court decisions have confirmed ap-
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plicant’s right to restate (i.e., by plural claim-
ing) his invention in a reasonable number of
ways. Indeed, a mere difference in scope be-
tween claims has been held to be enough.

Nevertheless, when two claims in an appli-
cation are duplicates, or else are so close in
content that they both cover the same thing,
despite a slight difference in wording, it is
proper after allowing one claim to reject the
other as being a substantial duplicate of the
allowed claim. Also, it is possible to reject
one claim on an allowed claim if they differ
only by subject matter old in the art, The lat-
ter ground of rejection is set forth in the fol-
lowing paragraph quoted from Ex parte
Whitelaw, 1915 C.D. 18; 219 O.G. 1237:

“Claim 54 is not patentable over claim 51
and claims 53, 55 and 56 are not patentable
over claim 50 in view of Comstock, No. 590,657,
which shows that it is old to employ an engine-
casing in tools of this character. The claims
held patentable are considered as tfully cover-
ing applicant’s invention, and applicant ean-
not be permitted to multiplr his claims by
presenting alleged combinations which distin-
guish from the real invention only by including
elements which are old in the art and perform
no new function.”

This vejection (the ex parte Whitelaw doc-
trine) is usually not applied if there are only
a few claims in the application.

Situations related to that given above are as
follows:

Where there is a common assipnee for two
or more applications by different inventors, and .
the applications contain conflicting claims, see.
§ 804.08.

Dounre Patenring

Where there are conflicting claims in differ-
ent applications of the same inventor, one of
which 1s assigned, see § 304.

Where the same inventor has two or more
applications for species or for related inven-
tions, see Chapter 800, particularly §§804-
804.02, 806.04 (h) , 822 and 822.01 for double pat-
enting rejections of inventions not patentable
over each other.

Arprrcamon Frep Uwper 85 U.S.C 121

The Commissioner has determined that under
35 U.8.C. 121, the Patent and Trademark Office
cannot reject a divisional application on the
parent patent if the divisional application is
filed as a result of a requirement for restriction
made by the Office even though the requirement
for restriction relates to species. In re Joyce,
1958 C.D. 2; 115 USPQ 412. See also In re
Herrick et al, 1958 C.D. 1; 115 USPQ 412
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where the Commissioner ruled that a require-
ment, for restriction should not be made n an
application claiming more than five species if
the examiner is of the opinion that the various
species are obviously unpatentable over ome
another.

706.03(1) Muhiplicity

87 CFR 1.75(b). More than one claim may be pre-
gented, provided they differ substantially from each
other and are not unduly multiplied.

An unreasonable number of claims; that is
unreasonable in view of the nature and scope
of applicant’s invention and the state of the
art, may afford a basis for a rejection on the
ground of multiplicity. A rejection on this
ground should include all the claims in the case
masmuch as it relates to confusion of the issue.

To avoid the pessibility that an application
which has been rejected on the ground of un-
due multiplicity of claims may be appealed to
the Board of Appeals prior to an examination
on the merits of at least some of the claims
presented, the examiner should, at the time of
making the rejection on the ground of multi-
plicity of claims, specify the number of claims
which in his judgment is sufficient to prop-
erly define applicant’s invention and require
the applicant to select certain claims, not to
exceed the number specified, for examination on
the merits. The examiner should be reason-
able in setting the number to afford the appli-
cant some latitude in claiming his invention.

The earlier views of the Court of Customs and
Patent Appeals set forth in In re Chandler, 117
USPQ 361, 45 CCPA 911 (1938) and In re
Chandler, 138 USPQ 138, 50 CCPA 1422 (1963)
have been somewhat revised by its views in In
re Flint, 162 USPQ 228, 56 CCPA. 1300 (1969)
and Tn re Wakefield, 164 TSPQ 636, 57 CCPA
959 (1970).

If a rejection on multiplicity is in order the
examiner should make a telephone call explain-
ing that the elaims are unduly multiplied and
will be rejected on that ground. Note § 408. He
should request selection of a specified number
of claims for purposes of examination.

¥f time for consideration is requested arrange-
ments should be made for a second telephone
call, preferably within three working days.

When claims are selected, & formal multi-
plicity rejection is made, including a complete
record of the telephone interview, followed by
an action on the selected claims.

When applicant refuses to comply with the
telephone request, a formal multiplicity rejec-
tion is made. No reference should be made to
the unsuccessful telephone call.
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The applicant’s response to a formal multi-
plicity rejection of the examiner, to be com-
plete, must either:

1. Reduce the number of claims presented to
those selected previously by telephone, or if no
previous selection has been made to a number
not exceeding the number specified by the ex-
aminer in the Office action, thus overcoming the
rejection based upon the ground of multiplicity,
or
2, In the event of a traverse of said rejection
applicant, besides specifically pointing out the
supposed errors of the multiplicity rejection is
required to confirm his selection previously
made by telephone, or if no previous selection
has been made, select certain claims for purpose
of examination. the number of which is not
greater than the number specified by the
exarminer.

If the rejection on multiplicity is adhered to.
all claims retained will be included in such
rejection and the selected claims only will be
additionally examined on their merits, This
procedure preserves applicant’s right to have
the rejection on multiplicity reviewed by the
Board of Appeals.

See also § 706.03 (k).

706.03(m) Nonelected Inventions

See §%)821 to 821.08 for treatment of claims
held to be drawn to non-elected inventions.

706.03(n) Correspondence of Claim
and Disclosure

37 OFR 1.117. Amendment and revision required.
The specifieation, claims and drawing must be
amended and revised when required, to correct inac-
curacies of description and definition or unnecessary
prolixity, and to secure correspondence between the
claims, the specification and the drawing.

Another category of rejections not based on
the prior art is based upon the relation of the
rejected claim to the disclosure, In chemical
cases, a claim may be so broad as to not be
supported by disclosure, in which case it is
rejected as unwarranted by the disclosure. If
averments in a claim do not correspond to the
averments or disclosure in the specification, a
rejection on the ground of inaccuracy may be
in  order. It must be kept in mind that an
original claim is part of the disclosure and
might adequately set forth subject matter
which is completely absent from the specitica-
tion. Applicant is required in such an in-
stance to add the subject matter to the specifi-
cation. Whenever an objection or rejection is
made based on incomplete disclosure, the ex-
aminer should in the interest of expeditious
prosecution call attention to 87 CFR 1.118.
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When an amendment is filed in response to an
objection or rejection based on incomplete dis-
closure, a study of the entire application is often
necessary to determine whether or not “new
matter” 1s involved. Applicant should therefore
specifically point out the support for any
amendments made to the disclosure.

If subject matter capable of illustration is
originally claimed and it is not shown in the
deawing, the claim is not rejected but appli-
cant is required to add it to the drawing. See
§ 608.01(1).

See §706.08(z) for rejections on undue
breadth.

706.03 (o) New Matter

85 U.8.0. 132. Notice of rejection; reemaminotion.

‘Whenever, on examination, any claim for a patent is
rejected, or any objection or reguirement made, the
Commissioner shall notify the applicant thereof, stat-
ing the reasons for such rejection, or chjection or re-
quirement, together with such information and refer-
ences as may be useful in judging of the propriety of
continuing the prosecution of his application; ang if
after receiving such notice, the applicant persists in hig
cialm for a patent, with or without amendment, the
application shall be reexamined. No amendment shall
introduce new matter into the disclosure of the
invention.

In amended cases, subject matter not dis-
closed in the original application is sometimes
added and a claim directed thereto. Such a
claim is rejected on the ground that it is drawn
to new matter. New malter includes not only
the addition of wholly unsupported subject
matter, but also, adding specific percentagss or
compounds after a broader original disclosure,
or even the omission of a step from a method.
See §§ 608.04 to 608.04(c).

In the examination of an application fol-
lowing amendment thereof, the examiner must
be on the alert to detect new matter. The pro-
hibition against new matter has been incorpo-
rated into the patent statute. These rejections
are based on 35 U.S.C. 132,

706.03 (p) No Utility

A rejection on the ground of lack of utility
includes the more specific grounds of inopera-
tiveness, involving perpetual motion, frivolous,
fraudulent, against public policy. The statu-
tory basis for this rejection is 35 U.S.C. 101.
See § 608.01(p).

706.03(q) Obvious Method

In view of a decision of the U.S. Court of
Customs and Patent Appeals, process claims
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should no longer be rejected on a theory that
once the article or composition produced thereby
is conceived, anyone skilled in the art would
at once be aware of a method of making it, In
re Kuehl, 177 USPQ 250 (1973).

A process may be unpatentable, however, even
if the product produced therefrom is patenta-
ble, In re Kanter, 158 USPQ 331 (CCPA 1968).
The mere substitution of a new starting mate-
rial in an otherwise conventional process may
well be obvious in the absence of some unob-
vious result in the process itself, In re Kanter,
158 USPQ 331; In re Neugebauer et al., 141
USPQ 205 (CCPA 1964); Corning Glass
Works et al. v. Brenner, 175 USPQ 516 (D.C.
Cir. 1972).

However, the use of a specific mineral oil in
a process was held to be material in In re
Schreider et al., 179 USPQ 46 (CCPA 1973).

706.03(r) Mere Function of Machine

In view of the decision of the Court of Cus-
toms and Patent Appeals in In re Tarczy-
Hornoch appearing at 158 USPQ 141, process
or method claims are not subject to rejection by
Patent and Trademark Office examiners solely
on the ground that they define the inherent
function of a disclosed machine or apparatus.

706.03(s) Statutory Bar

Another category of rejections not based on
the prior art finds a basis in some prior act of
applicant, as a result of which the claim is
denied him,

ABaxDONMENT OF INVENTION

Under 35 U.S.C. 102(c), abandonment of
the “invention” (as distinguished from aban-
donment of an application) results in loss of
right to a patent. Note In re Gibbs et al., 168
USPQ 578 (CCPA 1971).

Owx Prior Forelen PATENT

Batraot from 35 U.8.0. 102. Conditions for patenta-
bility ; novelty and loss of right io patent, A person
shall be entitled to a patent unlesg—

L] #* & ] L3

(d) the invention was first patented or caused to
be patented, or was the subject of an inventor's cer-
tificate by the applicant or his }egal representatives
or agsigns in a foreign country prior to the date of the
application for patent in this country on an applica-
tlon for patent or inventor’s certificate filed more than
twelve months before the filing of the application in the
United States.
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The statute above quoted establishes four
conditions which, if all are present, establish a
bar against the granting of a patent in this
country:

(1) The foreign a%plication must be filed
more than one year before the filing in the
United States.

(2) It must be filed by the applicant, his legal
representatives or assigns,

(8) The foreign patent or inventor’s certi-
ficate must be actually granted (e.g., by sealing
of the papers in Great Britain) before the filing
in the United States or, since foreign procedures
differ, the act from which it can be said that the
invention was patented, has occured. It need not
be published. £z parfe Gruschwitz et al., 138
USPQ 505 discusses the meaning of “patented”
ag applied to Grerman procedures.

(4) The same invention must be involved.

If such a foreign patent or inventor’s certi-
ficate is discovered by the examiner, the rejec-
tion is made under 35 U.S.C. 102(d) on the
ground of statutory bar.

Supaission to LInRARY UUNNBCESSARY

Applications should not be submitted as a rou-
tine matfer to the library to ascertain if the
foreign application has become a patent. Since
the foreign patent to be a bar under 35 U.S.C.
102(d) must have been granted before the filing
date in this country, the probability of the
foreign patent having issueg after the date of
execution of the original onth and before the
U.S. filing date is so slight as to make such a
search ordinarily unproductive.

Forerany Proase Witoour LICENSE

85 U.R.C. 182, Abandonment of invention for unauthor-
ized diselosure. The invention disclosed in an applica-
tion for patent subject to an order made pursuant to
section 181 of this title may be held abandoned upon
its being established by the Commissioner that in
violation of said order the invention has been published
or disclosed or that an application for a patent therefor
has been filed in a foreign country by the inventor, his
successers, assigns, or legal representatives, or anyone
in privity with him or them, without the consent of
the Commissioner. The abandonment shall be held to
have ocenrred as of the time of violation. The consent
of the Commissioner ghall not be given without the
concurrence of the heads of the departments and the
chief officers of the agencies who caused the order to
be issued. A holding of abandonment shall constitute
forfeiture by the applicant, his successors, assigns, or
legal representatives, or anyone in privity with him or
them, of all claims against the United Bfates based
upon such invention,

85 U.B.C. 184 Filing of application in foreign coun-
try. Hxcept when sutborized by a license obtalned
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from the Commissioner a person shall not file or cause
or authorize to be filed in any forelgn country prior to
six months after filing in the United States an applica-
tion for patent or for the registration of a utility model,
industrial design, or mode! in respeet of an invention
made in this country. A license shall not be granted
with respect to an invention subject to an order issued
by the Commissioner pursuant to section 181 of this
tifle without the concurrence of the head of the depart-
menis and the chief officers of the agencles who caused
the order to be tssued. The license may be granted
retroactively where an application has been inadvert-
ently filed abroad and the application does not disclose
an invention within the scope of section 181 of this title.

The term “application” when used in this chapter
includes applications and any medifications, amend-
ments, or supplements thereto, or divisions thereof.

85 U.8.0. 185. Patent barred for filing withoul license.
Notwithstanding any other provisions of law any per-
son, and his successors, assigns, or legal representa-
tives, shall not receive a United States patent for an
invention if that person, or Lis successors, assighs, or
legal representatives shall, without procuring fhe
license prescribed in section 184 of this title, have
made, or consented to or assisted another’'s making,
application in a foreign country for a patent or for the
registration of a utility meodel, industrial design, or
model in respect of the invention. A United States
patent issued to such person, his successors, assigns, or
legal representatives shall be invalid,

If, upon examining an application, the ex-
aminer learns of the existence of a correspond-
ing foreign application which appears to have
been filed before the United States application
had been on file for six months, and if the in-
vention apparently was made in this country,
he shall refer the application to Licensing
and Review Section of Group 220, calling at-
tention to the foreign application. Pending
investigation of the possible violation, the ap-
plication may be returned to the examining
group for prosecution on the merits. When it
1s otherwise in condition for allowance, the ap-
plication will be again submitted to Licensing
and Review Section of Group 220 unless the
latter has already reported that the foreign
filing involves no bar to the United States
application.

1£ it should be necessary to take action under
35 10.8.C. 185, Licensing and Review Section of
Group 220 will request transfer of the applica-
tion to it.

Oruer STATUTORY BARs

Claims to an invention in public use or on
sale in the United States more than twelve
months before the effective U.S. filing date are
rejected. 85 U.S.C. 102(b).
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As pointed out in § 304, assignment of one
of several overlapping applications of the same
inventor may give rise to a ground of rejection.
See also §§ 805 and 706.03 (k).

706.03(u) Disclaimer

Claims may be rejected on the ground that
applicant has disclaimed the subject matter in-
volved. Such disclaimer may arise, for exam-
ple, from the applicant’s failure:

(a) to make claims sugoested for interfer-
ence with another spplication under 37 CFR
1.203 (§ 1101.01(m)),

(b) to copy a claim from a patent when sug-
gested by the examiner (§1101.02(f)), or

(¢) to respond or appeal, within the time
limit fixed, to the examiner’s rejection of
claims copied from a patent (see 37 CFR
1.206(b) and § 1101.02(£) ).

The rejection on disclaimer applies to all
claims not patentably distinct from the dis-
claimed subject matter as well as to the claims
directly involved.

706.03(v) - After Interference or Pub.
lic Use Proceeding

Other Assigned Application

For rejections following an interference, see
§8 1109 to 1110.

'The outcome of public use proceedings may

also be the basis of a rejection. (See 87 CFR
1.2992).
. Upon termination of a public use proceedings
including a case also involved in interference,
in order for a prompt resumption of the inter-
ference proceedings, a notice should be sent to
the Board of Patent Interferences notifying
them of the disposition of the public use pro-
ceedings.

706.03 (w) Res Judicata

Res Judicata may constitute a proper
ground for rejection. However, as noted below,
the Court of Clustoms and Patent Appeals has
materially restricted fhe use of res judicata
rejections. It should be applied only when the
earlier decision was a decision of the Board of
Appeals or any one of the reviewing courts and
when there is no opportunity for further court
review of the earlier decision.

The timely filing of a second application co-
pending with an earlier application does not
preclude the use of »¢s judicata as a ground of
rejection for the second application claims.

When malking a rejection on res judicate,
action should ordinarily be made also on the
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basis of prior art, especially in continuing
applications, '

In the following cases a rejection of a claim
on the ground of res judicata was sustained
where it was based on a prior adjudication
against the inventor on the same claim, & patent-
ably nondistinet claim, or a claim involving the
same issue.

Edgerton v. Kingsland, 75 USPQ 307
(D.C. Cir., 1947). _

In re Sware, 138 USPQ 208, 50 CCPA
1571 (1963).

In re Katz, 167 USPQ 487, 58 CCPA 713
(1970), (prior decision by District Court).
In the following cases for various reasons,

res judicata rejections were reversed.

In re Fried, 186 USPQ 429, 50 CCPA 954
(1963) (differences in claims),

In re Szware, 188 USPQ 208, 50 CCPA
1571 (1963) (differences in claims).

In re Hellbaum, 152 USPQ 571, 54 CCPA
1051 (1967) (differences in claims).

In re Herr, 153 USPQ 548, 54 CCPA. 1315
(1967) (same claims, new evidence, prior

decision by CCPA).

In re Kaghan, 156 USPQ 130, 55 CCPA
844 (1967) (prior decision by Board of Ap-
peals, final rejection on prior art withdrawn
by examiner “to simplify the issue”, differ-
ences in claims; holding of waiver based on
language in MPEP at the time).

In re Craig, 162 USPQ 157, 56 CCPA
1438 (1969) (Board of Appeals held second
get of claims patentable over prior art).

In re Fisher, 166 USPQ 18, 57 CCPA
1099 (1970) (difference in claims).

In re Russell, 169 USPQ 426, 58 CCPA
1081 (1971) (new evidence, rejection on prior
art reversed by court).

In re Ackermann, 170 USPQ 340, 58 CCPA
1405 (1971) (prior decision by Board of Ap-
peals, new evidence, rejection on prior art
reversed by court).

Plastic Contact Lens Co. v. Gottschalk, 179
USPQ 262 (D.C. Cir., 1973) (follows In re
Kaghan).

706.03 (x)

35 U.S.C. 251 forbids the granting of a re-
issue “enlarging the scope of the claims of the
original patent” unless the reissue is applied
for within two years from the grant of the
original patent. This is an absolute bar and
cannot be excused. This prohibition has been
interpreted to apply to any claim which is
broader in any respect than the claims of the
original patent. Such eclaims may be rejected
as being barred by 85 US.C. 2561. However,
when the reissue is applied for within two

Reissne

(
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years, the examiner does not go into the ques-
tion of undue delay.

The same section permits the filing of a re-
issue application by the assignee of the entire
interest only in cases where it does not “enlarge
the scope of the claims of the original patent”.
Such claims which do enlarge the scope may
algo be rejected as barred by the statute.

A defective reissue oath affords a ground for
rejecting all the claims in the reissue appli-
cation. See § 1401.08.

.- Note that a reissue application is “special”
and remains so even if applicant does not malce
a prompt response.

706.03(y) Improper Markush Group

Ex parte Markush, 1925 C.D. 126; 340 O.G.
839, sanctions, in chemical cases, claiming a
genus expressed as a group consisting of cer-
tain specified materials. This type of claim is

employed when there is no commonly accepted -

generic expression which is commensurate n
scope with the field which the applicant de-
sires to cover. Inventions in metallurgy, re-
fractories, ceramics, pharmacy, pharmacology
and biology, may be claimed under the Mar-
Jkush formula but it has consistently been held
to be improper to extend it to purely mechani-
cal features or process steys. It is improper to
use the term “comprising” instead of “consist-
ing of”. Ex parte Dotter, 12 USPQ 382, Re-
garding the normally prohibited inclusion of
Markush claims of varying scope in the same
6535896’ see Ex parte Burke, 1934 C.D. 5; 441 O.G.

The use of Markush claims of diminishing
scope should not, in itself, be considered a suffi-
eient basis for objection fo or rejection of claims.
However, if such a practice renders the claims
indefinite or if it results in undue multiplicity,
an appropriate rejection should be made, This
Syaqtice with respect to Markush claims of

iminishing scope is being continued.

The materials set forth in the Markush group
ordinarily must belong to a recognized physi-
cal or chemical class or to an art-recognized
class. However, when the Markush group oc-
curs in a claim reciting a process or a combi-
nation (not a single compound), it is sufficient
if the members of the group are disclosed in
the specification to possess at least one prop-
erty in common which is mainly responsible
for their function in the claimed relationship,
and it is clear from their very nature or from
the prior art that all of them possess this prop-
erty. While in the past the test for Markusa-
type claims was applied as liberally as possible,
present practice which holds that claims recit-
ing Markush groups are not generic claims
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(§ 808) may subject the groups to a more strin-
gent test for progriety of the recited members.
