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M’ANUAL OF PATENT EXAMINING PROCEDURE

710.02 Shortened Statntm'y Period and 'l‘ime mmt
Actions
Situations in Which Used: Shortened Ktat
utory Perlod :

710.02(b)

' 714.01 (¢)

Signed by Attorney Not of Record

714.01(d) Amendment Signed by Applicant But Not
by Attorney of Record '

710.02,(c) Situations -in Which Used: Time ILimit

710.02(d) Differences Between Shortened Statutory

and Time Limit Periods
710.02(e) | Extension ot 'ﬂme
71004 'Two Periods Bunning o
T10. 04(a) Copying Pateut Claims

71005 Period Ending on Saturday, Sunday or Holi-

day
71006 Miscellaneous Factors Determlnlng Date
711  Abandonment
711.01 Express or Formal Abandonment

71102 Fallure to Take Required Action I)uring smm-'

tory Period
711.02(a) TInsufficiency of Besponse '

711.02(b) Special Situations Involv!ng Abandonment‘

711.02(¢) Termination of Proceedings

711.03 Reconsideration of Holding of Abandonment;

, Revival
711.03(a) Holding Based on Insutﬁclency of Response

711.03(b) Holding Based on Failure to Respond With-
in Period o

711.03(c) Petitions Relating to Holding of Abandon-
ment

711.03(d) Examiner’s Statement on Petition To Set
Aside Examiner’s Holding
711.04 Disposition of Abandoned Applications
711.04(a) Pulling and Forwarding
711.04(b) Ordering Abandoned Files
711.05 Letter of Abandonment Received After Appli-
cation is Allowed
711.06 Abstracts, Abbreviatures and Defensive Pub-
lications
711.06(a) Citation and Use of Abstracts, Abbrevia-
tures and Defensive Publications as Ref-
erences
712 Abandonment for Failure to Pay Issue Fee
713  Interviews
713.01 General Policy, How Conducted
713.02 Interviews Prior to First Official Action
713.03 Interviews for “Sounding Out” Examiner Not
Permitted
71304 Substance of Interview Must Be Made of
Record
713.05 Interviews Prohibfted or Granted, Speecisl
Situations
713.068 No Inter Partes Questions Discussed Ex Parte
718.07 Exposure of Other Cages
713.08 Demonstration, Exhibits, Models
713.00 Finally Refjected Appllcation
713.10 Interview Preceding Filing Amendment Under
Rule 312
714 Amendments, Applicant’s Actions
714.01  Signatures to Amendments
7T14.01(a} Unsigned or Improperly Signed Amend-
ment
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714.04 Claims Presented . in Amendment with No At-
tempt to Point Ont Patentable Novelty

71405 Examirer Should Immediately Inmect
T14.06.. Amendments Sent . to :Wrong: Group: -

714.07 Amendments Not in Permanent Ink.

714.08 Telegraphic Amendment:: i

714.09 Amendments: Before Fxrst: Office Action

714.10 Clalms Added: in ‘Excess of Filing Fee ' = =

714.11 Amendment Filed. Durlng Interterence Pro-'

ceedings .
71412 Amendments: After Flnal Rejectlon or Action
714.13 Amendments After Fina] Rejection or Act!on,
Procedure Followed™ :

71414 Amendments After Allowance of Ail Clalms i
71415 Amendment ‘‘Received 'in" Examining Group

After Mailing of Notice of Allowance

714.16 Amendment After’ Notlce of Allowance, Rule
312

714.16(a) Copied Patent Claims

714.16(b) Tiled with a Motion Under Rule 231

714.16(c) Adaditional Claims

714.16(d) Handling

714.16(e) Entry in Part

71417 Amendment Filed After the Period for Re-
sponse Has Expired

71418 Entry of Amendments

71419 List of Amendments, Entry Denied

714.20 List of Amendments Entered in Part

714.21 Amendments Inadvertently Entered, No Legal
Effect

714.22 Entry of Amendments, Directions for

714.23 Entry of Amendments, Directions for, Defec-
tive

71424 Amendment of Amendment

714.25 Discourtesy of Applicant or Attorney

715 Swearing Back of Reference—Affidavit or

Declaration Under Rule 131
715.01 Reference Claims Foreign Filing Date
715.01(a) Reference a Joint Patent to Applicant and
Another
715.01(b) TReference and Application have Common
Aggignee
Reference is Publication of Applicant’s
Own Invention

715.02 General Rule as to Generle Claims

715.03 Practice Relative to Chemical Cases

715.04 Who May Make Affidavit or Declaration

715.06 Patent Claiming Same Invention

71507 Facts and DDocumentary Evidence

715.07(a) Diligence

715.07(h) Interference Testimony Sometimes Used

715.01(c)




717 File Wrapper
717.01 Papers in File Wrapper ..o
T17.01(a% Arrangement of Papers in File Wrapper
717.01(b) Prints o BT
717.02  Date Entered on File Wrapper %
717.62(b} Name or Residence of Inventor or Title
: “Changed B
717.083 * Classification During Examination
717.04 Index of Claims =~ '
717.05 Field of Search =~ =
711.08  ‘Foreign Filing Dates’
" 717.07 ‘Related Applications
720 Public Use Proceedings
-720.01 Preliminary Handling '
720.02 Ezxaminer Determination of Prima Facie
Showing
720.03 Preliminary Hearing
720.04 Public Use Proceeding Testimony
720.05° Final Decision
721 Fraud on the Patent and Trademark Office
721.01 Examination of Patent Applications Having
an Issue of Fraud

701 Statutory Authority for Examina-
tion [R-31]

85 U.8.C. 131. The Commissioner shall cause an ex-
amination to be made of the application and the alleged
new invention : and if on such examinsation it appears
that the applicant is entitled to a patent under the law,
the Commissioner shall issue a patent therefor.

The main conditions precedent to the grant
of a patent to an applicant are set forth in
35 U.S.C. 101, 102, 103.

385 U.8.C. 161. Inventions patentable. Whoever in-
vents or discovers any new and useful process, machine,
manufacture, or composition of matter, or any new and
useful improvement thereof, may obtain a patent there-
for, subject to the conditions and requirements of this
title.

35 U.8.C. 199. Definitions. When used in thig title
unless the context otherwise indicates—

(a) The term “invention” means igvention or
discovery.

(by The term “process’” means process, art or method,
and includes a new ugse of a known process, machine,
mannfacture, composition of matter, or material,

(c) The terms “United States” and “this eountry”
mean the United States of America, itg territories and
possensions.

tdy The word “patentee” includes not only the
patentee to whotn the patent was Issued but also the
successory in title to the patentee.

Vhen a new applicatio ‘ t.
examining group, the examiner should review
the contents of the application to determine if
the a&)pliwtion‘ meets the requirements of 35
J.111. Any matters affecting the filing date

Us.
of ‘the application; such as lack ‘of an original
signature or lack of ‘claims should be checked

before the application is placed in the storage
racks to await the first action. =~ -

‘The examiner ‘should 'be ‘careful to see that
the application meets ‘all ' the requisites set
forth in chapter 600 both as to formal matters
and as to the ‘completeness and clarity of the
disclosure. * If all ‘of the requisites are not
met, applicant may be called upon for neces-
sary ‘amendments.” Such ‘amendments, how-
ever, must not include new matter.

702.01 Obviously Informal Cases

o [R43]

When an application is reached for its first
action and it is then discovered to be imprac-
tical to give a complete action on the merits
because of an informal or insufficient disclosure,
the following procedure may be followed:

(1) A reasonable search should be made of the
invention so far as it can be understood from the
disclosure, objects of invention and claims and
any apyarently pertinent art cited ;

(2) Informalities noted by the Application
Division and deficiencies in the drawing should
be pointed out by means of attachments to the
examiner’s letter (see § 707.07(a)),

(3) A requirement should be made that the
specification be revised to conform to idiomatic
English and United States practice;

(4) The claims should be rejected as failin
to define the invention in the manner require
by 35 U.S.C. 112 if they are informal. A blanket
rejection is usually sufficient.

The examiner should not attempt to point
out the specific points of informality in the
specification and claims. The burden is on the
applicant to revise the application to render
it 1n proper form for a complete examination.

It is obviously to applicant’s advantage to file
the application with an adequate disclosure and
with claims which conform to the U.S. Patent
and Trademark Office usages and requirements.
This should be done whenever possible. If, how-
ever, due to the pressure of a Convention dead-
line or other reasons, this is not possible, appli-
cants are urged to submit promptly, preferably
within three months after filing, o preliminary
amendment which corrects the obvious infor-
malities. The informalities should be corrected

Rev. 48, Jan, 1075




amin

depend-

ce prelimi
not enjoy original disclosure status,
Whenever, uﬁonxexaminatmn,ltf 18 |
the terms or phrases of modes of characteriza-
tion used to describe the invention are not
sufficiently consonant with the art to which the
invention pertains, or with which it.is most
nearly comnected, to enable the examiner to
make the examination specified in rule 104, the
examiner should make a reasonable search of
the invention so far as it can be understood from
mre. The action of the examiner
0 a citation ,of.whatsap(i)eaw to
‘the most pertinent prior art found and a
request that applicant correlate the terminology.
of his specification with art-accepted termi-
nology befo i

efol her action is made. .. oo
A suitable form for this action is as follows:

“A preliminary examination of this appli-
cation indicates that the following terminol-
ogy (or properties or units of test data, ete.)
. .. which appear(s) at &:?e(s) .. ..of the
specification is (are) so different from those
generally accepted in the art to which this
mvention pertains that it is difficult or impos-
sible to make a reliable search.

Applicant is therefore requested to provide
a sufficient elucidation of these terms (or
properties or test data) or correlation thereof
with art-accepted terminology so that a
proper comparison with the prior art can
be made. :

A SHORTENED STATUTORY PE-
RIOD FOR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS
FROM THE DATE OF THIS LETTER.”
For the procedure to be followed when only

the drawing is informal, see §§ 608.02(a) and
608.02(b).

703 ‘“‘General Information Concerning
Patents” [R-25]

The pamphlet “General Information Con-
cerning Patents” may be sent to an applicant
handling his own case when the examiner
deems it advisable,

704 Search [R-25]

After reading the specification and elaims,
the examiner searches the prior art.

The subject of searching is more fully
treated in chapter 900. See §§ 904 through

Bev. 43, Jan. 1975

on should be gfhordnghly
a searchiis ‘undertaken.
Y C ey hcarn

also give
meal prosecution.

Previous ExaMINER'S ‘SEARCH

When an examiner is assigned to act on an
application which has received one or more ac-
tions by some other examiner, full faith and
credit should be given to the search and action
of the previous examiner unless there is a clear
error in the previous action or knowledge -of
other prior art. In general the second exam-
iner sgould not take  an . entirely new -ap-
proach to the case or attempt to reorient the
point of view of the previous examiner, or
make a new search in the mere hope of finding
something.: See § 717.05. erl Tr

705 Patentability Reports  [R-25]

Where an application, properly assigned to
one examining group, is found to contain one
or more claims per se classifiable in one or more
other groups, which claims are not divisible
inter se or from the claims which govern classi-
fication of the ,apglication in the first group, the
application may be referred to the other group
or groups concerned for a report as to the pat-
entability of certain designated c¢laims. This
report will be known as a Patentability Report
( I;).R.) and will be signed by the primary ex-
aminer in the reporting group. “

The report, if legibly written, need not be
typed. o

Note that the Patentability Report practice
is suspended, except in extraordinary circum-
stances. See § 705.01(e).

705.01 Instructions re Patentability
Reports [R-25]

When an application comes up for any ac-
tion and the primary examiners involved
agree that a Patentability Report is necessary,
the application will be forwarded to the proper
group with a memorandum attached, for in-
stance, “For Patentability Rep?,rt from group

e 48 £0 €JAIMNS e,
705.01(a) Nature of P.R., Its Use and
Disposal [R-25]

The primary examiner in the group from
which the Patentability Report is requested, if




he approves the request, will direct the prepa-

ration of the Patentability Report. This Pat-
entability Report will be written or typed on a
memorandum form and will include the cita-
tion of all pertinent references and a complete
action on all claims involved. The field of
search covered should be endorsed on the file
wrapper by the examiner making the report.
When an examiner to whom a case has been
forwarded for a Patentability Report is of the

64.1

705.01 (a)
opinion that final action is in order as to the
referred claims, he should so state. The Pat-
entability Report when signed by the primary
examiner in the reporting group wil})be re-
turned to the group to which the application is
regularly assigned.

The examiner preparing the Patentability
Report will be entitled to receive an explana-
tion of the disclosure from the examiner to
whom the case is assigned to avoid duplication

Rev, 43, Jan, 1975



. Conflict of opinion as. to classification m ¥y
be _referred to a p i

e_referr .a_patent classifier for decision,
. If the primary examiner in the group
having jurisdiction of the case agrees with the
Patentai)ility Report, he should incorporate the
substance thereof in his action, which action
will be complete as to «all claims.  The Pat-
entability Report in such a case will not be
given a paper number but will be allowed to
remain .in the file until the case is finally dis-
posed of by allowance or abandonment, at
which time it should be removed. Bl

DisAGreEMENT 0N PATENTABILITY REPORT

If the lg)rlma y_examiner does not agree
with the Patentability Report or any portion
thereof, he may consult with the primary ex-
aminer responsible for the report. If agree-
ment as to the resulting action cannot be
reached, the primary examiner having juris-
diction of the case need not rely on the Pat-
entability Report but may make his own action
on the referred claims, in which case the Pat-
%xlztability Report should be removed from the

e.

ArpPear TAKEN

When an appeal is taken from the rejection
of claims, all of which are examinable in the
group preparing a Patentability Report, and
the application is otherwise allowable, formal
transfer of the case to said group should be
made for the purpose of appeal only. The
receiving group will take jurisdiction of the
application and prepare the examiner’s
answer. At the time of allowance, the applica-
tion may be sent to issue by said group with its
classification determined by the controlling
claims remaining in the case.

705.01(b) Sequence of Examination
[R-31]

In the event that the supervisory primary
examiners concerned in a P.R. case cannot
agree as to the order of examination by their
groups, the supervisory primary examiner
having jurisdiction of the case will direct that
a complete search be made of the art relevant to
his claims prior to referring the case to another
group for report. The group to which the case
ig referred will be advised of the results of this
search.

entability Report. is not to be treated as a
transfer by. the forwarding group. When
the I.R. is completed .and.the application is
ready for return to the forwarding group,
it is not counted. either as a ‘receipt or. action

by transfer. Credit, however, is given for the

time spent. See § 1705, .. ...« . o
A box is provided on each file wrapper

headed “P.R: Group.._....” and the number of
the group making the P.R. is entered. in
pencil.

‘The date status.of the application in: the
reporting, group. will be determined .on the
basis of the dates in the group . of original
jurisdiction. . To insure orderly progress in the
reported dates. a timely reminder should be
furnished to the group making the P.R.

705.01(d) Daplicate Prints of Draw-

ings [R-23]

In Patentability Report cases having draw-
ings, the examiner to whom the case is as-
signed will furnish to the group to which the
case is referred, prints of such sheets of the
drawings as are applicable, for interference
search purposes. That this has been done may
be indicated by a pencil notaticn on the file
wrapper. .

en a case that has had Patentability Re-
port prosecution is passed for issue or becomes
abandoned. NOTIFICATION of this fact will
AT ONCE be given by the group having
jurisdiction of the case to each group that
submitted a P.R. The examiner of each such
reporting group will note the date of allow-
ance or abandonment on his duplicate set of
prints. At such time as these prints become
of no value to the reporting group, they may
be destroyed.

705.01(e) Limitation as to Use
31]

The ahove outlined Patentahility Report
practice is not obligatory and should be re-
sorted to only where it will save total examiner
time or result in improved quality of action
due to specialized knowledge. A saving of to-
tal examiner time that is required to give a
complete examination of an application is of

[R-
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go’me’ instances either less time is
- examination, or the results are of |
it hen' specialists e

vention treat th

practice PR LR
“"Where claims are directed to the same char-
acter ‘of invention but differ in scope only,
prosecution by Patentability Report is never

TODer.”
p Exemplary’ situations where Patentability
Reports are ordinarily not proper are as fol-
lows: , L
(1) Where the claims are related as'a manu-
facturing process and a product defined by the
process of manufacture. The examiner having
jurisdiction of the process can usually give a
complete, adequate examination in" less total
examiner time'than would be consumed by the
use of a Patentability Report. S

*(2) 'Where the claims are related as a prod-
uct and a process which involves merely the
fact that a product having certain characteris-
tics is made. The examiner having jurisdic-
tion of the product can usually make a com-
plete and adequate examination.

(3) Where the claims are related as a com-
bination distinguished solely by the ‘charac-
teristics of a subcombination and such sub-
combination per se. The examiner having
jurisdiction ot])the subcombination can usually
make a complete and adequate examination.

Then there are situations where the examiner
seeking the report is sufficiently qualified to
search the art himself. =~ )

Where it can be shown that a Patentability
Report will save total examiner time, one is
permitted with the approval of the group di-
rector of the group to which the application is
assigned. The “Approved” stamp should be im-
%r%ssed on the memorandum requesting the

edBe

705.01(f) Interviews With Applicants
[R-23]

In situations where an interview is held on
an application in which a Patentability Report
has been adopted, the reporting gronp may be
ealled on for assistance at the interview when
it eoncerns elaims treated by them, See 3 713 to
713.10 regarding interviews in general.

Rev. 49, July 1976

art of the Manual explains

scedure in rejecting olnims, the examiner
should never overlook the importance of his
claims which properly define

‘ Rejection of claims. (a) If the inven-
‘is ‘not’ considered patentable, or not considered
patentable as claimed, the claims, or those considered

unpatentable will be rejected. - ,
“(b) In rejecting clalms for want of novelty or for
obviousness, the examiner’ must cite the best ref-
erences at his command. 'When a reference is complex
or shows or describes inventions other than that claimed
by the applicant, the particular part relled on must be
designated ‘as nearly as practicable. ‘The pertinence
of each reference, if not apparent, must be clearly ex-

plained and each rejected claim specified.: '~

Patent examiners carry the responsibility of
making sure that the standard of patentability
enunciated by the Supreme Court and by the
Congress is applied in each and every case.
The Supreme Court in Graham v. John Deere,
148 USPQ 459 (decided February 21, 1966),
stated that, O

"~ %“Under § 103, the scope and content of
- the prior art are to be determined; differ-
_ences between the prior art and the claims
at issue are to be ascertained; and the level
of ordinary skill in the pertinent art re-
solved. Against this background, the ob-
viousness or nonobviousness of the subject
matter is determined. Such secondary
considerations as commercial success, long
felt but unsolved needs, failure of others,
etc., might be utilized to give light to
the circumstances surrounding: the origin
of the subject matter sought to be pat-
ented. As indicia of obviousness or non-
obviousness, these Inquiries may have
relevancy. . . . o :

“This is not to say, however, that there
‘will not be difficulties in applying the non-
obviousness test. - What is obvious is not a
question upon which there is likely to be
uniformity of thought in every given fac-
tual context. The difficulties, however, are
comparable to those encountered daily by
the courts in such frames of reference as
negligence and scienter, and should be
amenable to a case-by-case development.
We believe that strict observance of the re-
quirements laid down here will result in
that uniformity and definitiveness which
Congress called for in the 1952 Act.

“While we have focused attention on the
appropriate standard to be applied by the
courts, it must be remembered that the pri-




L,

ost difficult task. . . .
This is itself a compelling reason for the
Commissioner to strictly adhere to the 1952
Act as interpreted

pplication ¢
atentability
til issues  pertin
ch dou n raised and overcome in
the course of examination and prosecution, since
otherwise the resultant patent would not justify
the statutory presumption of validity (35
U.S.C. 282), nor would it “strictly adhere” to
the requirements laid dewn by Congress in the
1952 Act as interpreted by the Supreme Court.
Office policy has consistently been to follow
Graham v. John Deere Co. in the consideration
and determination of obviousness under 35
U.S.C. 103. As quoted above, the three factual
inquiries enunciated therein as a background
for determining obviousness are briefly as
follows:
1. Determination of the steps and contents of
the prior art.
2. Ascertaining the differences between the
prior art and the claims in issue; and
3. Resolving the level of ordinary skill in the
pertinent art. .~
The Supreme Court reaffirmed and relied
upon the Graham three pronged test in its con-
sideration and determination of obviousness in
the fact situations presented in both the Sak-
raida v. Ag Pro, 189 USPQ 449 (decided April
20, 1976) and Anderson’s-Black Rock, Inc. v.
Pavement Salvage Co., 163 USPQ 673 (decided
December 8, 1969) decisions. In each case, the
Court went on to discuss whether the claimed
combinations produced a “new or different
function” and a “synergistic result”, but clearly
decided whether the claimed inventions were
unobvious on the basis of the three-way test in
Graham. Nowhere in its decisions in those cases
does the Court state that the “new or different
function” and “synergistic result” tests super-
sede a finding of unobviousness or obviousness
under the Graham test.

66.1

n every art, whether it

, ss; a5 provided in 35 U.S.C.
101, 102, and 108) must be met before a claim is
allowed. The mere fact that a claim recites in
detail all-of the features of an:invention (i.e;, is
a “picture” claim) is never, in itself, justifica-
tion for the allowance of such a claim.

'When 'an "application discloses ' patentable
subject ‘matter ‘and’ it -is” apparent’ from the
claims and the applicant’s arguments that the
claims are intended to be directed 'to such pat-
entable subject matter, but ‘the claims in their
present form cannot be allowed because of de-
fects ‘in formor ‘omission of a‘limitation, the
examiner should not stop with a bare objec-
tion or rejection of the claims. The exam-
iner’s action should be constructive in nature
and when possible he should offer a definite
suggestion for correction. : ‘

If the examiner is satisfied after the search
has been completed that patentable subject
matter has been disclosed and the record indi-
cates that the applicant intends to claim such
subject matter, he may note in the Office action
that certain aspects or features of the patenta-
ble invention have not been claimed and that
if properly claimed such claims may be given
favorable consideration.

37 CFR 1.112. Reexamination and. reconsideration.
After response by applicant (section 1.111) the applica-
tion will be reexamined and reconsidered, and the ap-
plicant will be notified. if claims are rejected, or ob-
jections or requirements made, in:the same manner as
after the first examination. Applicant may respond to
such-Office action, in the same manner provided in sec-
tion 1,111 with or without amendment, but any amend-
ments after the second Office action must ordinarily be
restricted to the rejection or to the objectlons or re-
guirements made, and the application will he again con-
sfidered, and so on repeatedly, unless the examiner has
indicated that the action is final,

706.01 Contrasted With Objection
[R-23]

The refusal to grant claims because the sub-
ject mafter as elaimed is considered unpatenta-
ble is called a “rejection.” The term “rejected”
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, t(z]pcndenéy ofaclaimona
m, if the dependent claim is other-
See §60801(n).

mditions for patentability ; movelty
on shall be entitled

(b) the invention was patented or described in a
printed. publication in this or a foreign .country or
fn public use or on sale in this country, more than
one year prior to the date of the application for
patent in the United States, or

¢c) he has abandoned the invention, or

¢d) . the invention was first patented or caused
to be patented, or was the subject of an inventor’s
certificate, by the applicant or his legal representatives
or assigns in a foreign country prior to the date of the
application for patent in this country on an appilication
for patent or inventor's certificate filed more than
twelve months before the filing of the application in
the United States, or

(e} ‘the invention -2z deerribed in a patent
granted on an application for patent by another
filed in the United States before the invention
theresf by the applicant for patent, or

(f} Be did not himself invent the subject matter
sought to be patented, or

(g} before the ‘applicant’s invention thereof the
invention was made fn thigs country by another
who had not abandoned, suppressed, or concealed
it. In determining priority of invention there ghall
be constdered not omly the respective dates of
conception and reduction to practice of the inven-
tion, but also the reasonable diligence of one who
was first to conceive and last to reduce to practice,
from a time prior to conception by the other,

85 /.20, 103, Conditions for patentebility; non-
obvious aubject matter. A patent may not be obtained
though the Invention is not identically discloged or
deseribed ag get forth in section 102 of this title, if
the differences between the subject matter sought to

Rev. 45, July 1976

1ent: ground of rejection
patentability in view of
is, that the claimed matter
U.S.C. 102, or else

guage to be used in |
unequivocal. See § 707.07(d).

(ANT GIPATION ;.yyonzfmrcic OF
- Noveury) 00
stinction between rejections based on

02 and those based on 35 U.S.C. 103

aim is anticipated by the re
tion of obviousness is pre:
i dentify a partic , ;
reference ‘to support the rejection. If not, the
expression “rejected under 35 U.S.C. 102 as
clearly anticipated by” is appropriate. = =

35 U.S.C. 103 (OBvVIOUSNESS)

" In contrast, 35 U.S.C. 103 authorizes a rejec-
tion where to meet the claim, it is necessary to
modify a single reference or to combine it with
one or more others. After indicating that the
rejection is under 35 U.S.C. 103, there should
be set forth (1) the difference or differences in
the claim over the applied reference(s), (2) the
proposed ‘modification of the applied refer-
ence(s) necessary to arrive at the claimed sub-
ject matter, and (3) an explanation why such
proposed modification would be obvious.

Prior art rejections should ordinarly be con-
fined strictly to the best available art. Fzcep-
tions may properly be made, e.g., (1) where the
propriety of a 85 U.S.C. 102 rejection depends
on a particular interpretation of a claim; (2)
where a claim is met only in terms by a refer-
ence which does not disclose the inventive con-
cept involved ; or (3) where the most pertinent
reference seems likely to be antedated by a rule
131 (37 CFR 1.131? affidavit or declaration.
Such rejections should be backed up by the best
other art rejections available. Merely cumula-
tive rejections; i.e., those which would clearly
fall if the primary rejection were not sustained,
should be avoided.

The Court of Customs and Patent Appeals
has held that expedients which are functionally
equivalent to each other are not necessarily ob-
vious in view of one another. In re Scott, 139
USPQ 297, 51 CCPA 747 (1963) ; In re Flint.
141 USPQ 299, 51 CCPA 1230 (1964).

66.2




This Court has also held that when a claim is
rejected under 35 U.S.C. 103, a limitation which

is considered to be indefinite cannot be properly
disregarded. If a limitation in a claim is con-
sidered to be indefinite, the claim should be
rejected under 35 U.S.C. 112, second paragraph.
In re Wilson, 165 USPQ 494, 57 CCPA 1029
(1970). Note also In re Steele, 134 USPQ 292,
49 CCPA 1295 (1962). See § 706.03(d).
Where a reference is relied on to support a
rejection, whether or not in a “minor capacity™
that reference should be positively included 1n
the statement of the rejection. See In re Hoch,
%667[;'813(2 406, 57 CCPA 1292, footnote 3
1970).

66.3

 APPLICATIONS

| 706.02
A U.S. patent may be a reference against an

application even though the patent date is af-
ter the filing date of the application, pro-

~ vided the filing date of the patent is

prior to the filing date of the application.
It is proper to use such a patent as a basic
or an auxiliary reference and such patents
may be used together as basic and auxiliary ref-
erences. This doctrine arose in Alexander Mil-
burn Co. v. Davis-Bournonville Co., 1926 C.D.
303; 344 O.G. 817; and was enacted into law
by 35 U.S.C. 102(e). It was held appli-
cable to rejections under 35 U.S.C. 103 by the
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U.S. Supreme Court in Hazeltine Research, Ine.
et al. v. Brenner, 147 USPQ 429 (196 ,

Public Law 9334 pmv1ded for situations
caused by the postal emergency " which began
on March 18, 1970 and ended on or about
March 30, 1970. This law allows the applicant
to claim an earlier filing date if delay n filing
was cansed by the emergency, Such earlier ﬁlmﬂ'
dates were printed on “the p’ltonts along with
the actual filing dates whenever it was possible.
However, patents issued with earlier filing dates
claimed under Public Law 92-34 are effective
as prior art under 35 U.S.C. 102(e) only as of
their actual filing dates and not as of such
claimed earlier ﬁl'nff dates. The details of the
procedure to claim the earlier date appeared at
889 0.G. 1064,

For the proper way to cite a patent issued
after the ﬁsmg of the application in which it
is being cited, see § 707.05 (e).

706.02(a) Establisﬁing “Well Known”’
© Prior Art [R-34]

Things believed to be known to those ski lled'

in the art are often ‘IS.aet‘fEd by the examiner
to be “well known” or “matters of common
knowledge”. If justified, the examiner should
not be oghged to spend time to produce docu-
mentary proof. If the knowledge is of such
notorious character that judicial notice can be
taken, it is sufficient so to state. In re Mal-
colm, 1942 C.D. 589; 513 O.G. 440. If the ap-
plicant traverses such an assertion the exam-
iner should cite a reference in support of his
position.

Failure of the applicant to seasonably chal-
lenge such assertions establishes them as ad-
mitted prior art. See In re Gunther, 1942 C.D.

332; 538 O.G. 744; In re Chevenard, 1944 C.D.
141; 500 O.G. 196. This applies also to asser-

tions of the Board. In re Selmi, 1546 C.D.
525; 591 O.G. 160; In re Fischer, 1942 C.D.
2')0 v)')g () G’ 00)

Fr)r further views on jndicial notice, see Tn re
Ahlert, 57 CCPA 1023, lf',) USPQ 418 (I‘NO}
(assertions of technical facts inareas of estoteri
tmhrmlom must always be supported by citation
of some reference work) : In e Poon, 55 CCPA
1055, 160 USSP 251 (1971) (a challenge to the
taking of judic ME notice mnst contain adequate
mf’mm me or argwment to create on its faee a
rea=onable deoniy FU;LM(E ing the circinnstanees
’mif dng the judieial noticey: and In e Barr.

40 ]”h 1580, 570 U7SPO S50 (1071 {inveolved
wﬂ'ww‘am E‘w’;i% pest o snflicient buasts for tali

l’gll‘

ihicial  notice  that  invelved r(mumm,nmﬁ
phirnses ave art-recognized),

&7

The prmmrv t’)b](‘(‘t of the emxmmtlon of an
‘lpp]lC’lﬁOll is to determine whether or not the
claims define a  patentable advance over the
prior art. This consideration should not be
wlemted to a secondary position while undue
(‘]Il])hd*l% is given to non-prior art or “technical”
rejections. Effort in examining should be con-
centrated on truly essential matters, mmnmzmg
or eliminating effort on technical rejections
which are not really eritical. Where a major
technical rejection is proper (e.g.,lack of proper
disclosure, undue breadth, utility, ete.) such re-
jection should he stated w ith a fall development
of the reasons rather than:by a mere conclusion
couplea with some stereotyped e\r)recsmn.
Rejections not based on prior art are ex-
plained in §§ 706.03(a) to 706.03(z). IF THE
ITALICIZED LANGUAGE IN THESE
SECTIONS IS INCORPORATED IN THE
REJECTION, THERE WILIL BE LESS
CHANCE OF A MISUNDERSTANDING
AS TO THE GROUNDS OF REJECTION.

706.03(a) Nonstatutory Subject Mat-

ter [R-34]

Patents are not granted for all new and use-
ful inventions and discoveries. The subject
matter of the invention or discov N v must come
within the boundaries set forth by 35 U.S.C.
101, which ponm(: patents to be granted only
fOI‘ “'m} new and useful process, lTuu.;u”lb,
manufacture, or oompnsmon of matter, or any
new and useful 1mpr0\ ement thereof.

The term “process” as defined in 35 U.S.C.
100. means process, art or method, and includes
a new use of a known process, machine, manu-
facture, composition of matter, or material.

Decisions have determined the limits of the
statutory classes. Examples of subject matter
not patentable under the Statute follow:

l

PrintED MATTER

For cxample, a mere arrangement of prm( ed
matter, though seemingly a “manufacture,” is
rejected as nol l;mnr/ within the statutory
r///vw See In re Miller, 164 T°5P0Q 46, 57
(‘("‘P A 809 (1960) 1 s parte Gowinn, 112 T7STQ

530 (Do App. 1955) and In e Jones, 153
I/.,,P() TT.54 CCPA 1218 (19687).

Naronanty Ocovrriye Awprionr

Similarly, a thing oc mmmg in nature, which
i substant i »Hx um!!mml is not a “mannfac-
tm«,v."' A shriinp with the head and ']!¢f1-~=ll\('

fract removed is an example.  Ex parte Gra
son. 51 USSP 415,

Hev. 24, Oct. 1972




F 'l

H

lﬂ

Though seemingly
process or method, a
can be rejected as not bei

,’Lonmnel Co;; 160 Fed 167 and I

USPQ 88, 22 CCPA 822 (1934

Scmvrmc mecmn

A scientifie - principle, divorced from any
tanﬁlble ‘structure, can be ‘rejected as not
within the statutory classes. O’Reilly v. Morse,
15 Howard 62.

This subject matter is further hmxted bv the
Atozmc Energy Act explamed in § (06 03(b)

706 03( b) Barred by Atomlc Energy
s Act [R—48] :

A limitation on what can be patented is im-
posed by the Atomic Energy Act of 1954.  Sec-
tion 151 (a) (42 U.S. C 2181&) thereof reads in
part as follows:

‘No patent shail hereafter be gmnted for any inven-
tion’ or discovery which is useful ‘solely in the utiliza-
tion of =pecxa] nuc}ear materlal or atomic energy in
an atomic weapon.

The terms “atomic energ'y and “special
nuc]ear material” are defined in Section 11 of
the Act (42 U.S.C. 2014).

Sections 151(c) and 151(d) (42 U.S.C.
2181c and d) set up categories of pending appli-
cations relating to atomic energy that must be
brought to the attention of the Energy Research
and Development Administration. Under 87
CFR 1.14(c), applications for patents which
diselose or which appear to disclose, or which
purport to disclose, inventions or discoveries
relating to atomic energy are reported to the
Energy Research and Development Adminis-
tration and the Administration will be given
access to such applications, but such reporting
does not constitute a determination that the
subject matter of each application so reported
is in faet useful or an invention or discovery or
that such application in fact discloses subject
matter in categories specified by the Atomie
Energy Act.

All applications received in the Patent and
Trademark Office are sent to Licensing and
Review for screening by Group 220 personnel,
under 37 CFR 1.14(¢), in order for the Com-
missioner to fulfill his responsibilities under
section 151(d) (42 U.S.C. 2181d) of the Atomie
Energy Act. Papers subsequently added must
be inspected promptly by the examiner when
received to determine whether the application
has been amended to relate to atomie energy

Bev, 48, Apr. 1976

Gmup 220 personngfy

796“03 (c) Funcuonal [R—34]

See Ex parte Ball et al., 1953 C.D. 4; 675
O.G. 5: In re Arbeit et n] 1953 C.D. 409
67T7:0.G. 843 and Ex parte Stanley, 121 USPQ
621,

"85 U780 112 Speczﬁcation The speciﬂcation shall
mﬁmin a written description of the invention,
and “of ‘the 'manner ‘and process of making
and using it, in ‘such full, clear. concise, and
exact terms as to enable ‘any person skilled in the art
to which it pertains, or witlx which ‘it is ‘most nearly
connected, to make and use the same, and shall set
forth the best mode contempiated by the inventor of
éarrying out his Invention.- . ;

The specification’ shall, conclnde with one or more
claims particularly’ pomtmg out and distinctly claim-
ing the subject matter which the applicant regards as
kig invention. ' A claim may be written in independent
or dependent form, and if in dependent form, it shall
be construed to include all the limitations of the claim
incorporated by reference into the dependent claim.

An element in a claim for a combination may be
expressed as a means or step for performing a specified
function without the reeital of structure, material, or
aets in support thereof, and such claim shall be con-
strued to cover the corresponding structure, material,
or acts described in the specification and equivalents
thereof.

Paragraph 3 of 35 U.S.C. 112 has the effect
of prohibiting the rejection of a claim for a
combination of elements (or steps) on
the ground that the claim distinguishes
from the prior art solely in an element
{or wstep) defined as a “means” (or

“step”) coupled with a statement of
function. However this provision of para-
graph 3 must always be considered as subordi-
nate to the provision of paragraph 2 that the
claim particularly point out and distinctly
claim the subject matter. If a claim be found
to contain language approved by paragraph 3
such claim should always be tested additionally
for compliance with pnmgmph 9 and if it fails
to comply with the requirements of paragraph
2. the claim should be so rejected and the rea-
sons fully stated.

Pa i"‘!"‘hlph 3 of 35 U.S.C. 112 makes no
change in the established pmchco of rejecting
elatms as functional in situations such as the

following:




of sufficient structure

of the functional lan ,

example of a claim of this character may be
found in In re Fuller, 1929 C.D. 172; 388 O.G.
279. The claim reads: : 5

A woolen cloth havin
rough rather than smoot
2. A claim which recites only a single means

and thus encompasses all possible means for
performing a desired fanction. For an ex-
ample, see the following claim in Ex parte
Bullock, 1907 C.D. 93; 127 O.G. 1580:

In a device of the class described, means for
transferring clothes-carrying rods from one
position and depositing them on a suitable
support. ; , , o
Note the following cases: ,

1. In re Hutchinson, 69 USPQ 138, 33
CCPA 879 (1946), the terms “adapted for
use in” and “adapted to be adhered to” were
held not to constitute a limitation in any
patentable sense.

2. In re Mason, 114 USPQ 127, 4¢ CCPA
937 (1957), the functional “whereby” state-
ment was held not to define any structure and
accordingly could not serve to distinguish.

3. In re Boller, 141 TUSPQ 740, 51 CCPA
1484 (1964), the term “volatile neutralizing
agent” was held to be patentably effective
and commensurate with the breadth of the
disclosed invention.

4, In re Land and Rogers, 151 USPQ 621
(1966), the expression “adapted to be ren-
dered diffusible in said liquid composition
only after at least substantial development”
was given weight.

5. In re Hlalleck, 164 USPQ 647, 57 CCPA
954 (1970), the term “an effective amount™
was held not objectionable.

6. In re Swinehart and Sfiligoj, 169 USPQ
226 (1971), held that the meaning of “trans-
parent to infra-red ravs” is sufficiently clear.

7. In re Barr et al.. 170 USPQ 330, 58
CCPA 1388 (1971}, held that the expression
“incapable of forming a dye with said oxi-
dized developing agent.” set forth definite
boundaries. [R-40]

706.03(d) Vague and Indefinite
34]

When the examiner is satisfied that patenta-
ble novelty is disclosed and it is apparent to
the examiner that the claims are directed to
siueh patentable subject matter, he should al-
Jow elaims which define the patentable novelty
with a rensonable degree of particularity and
distinetness. Some latitude in the manner of

§ a téhdency to wear

[R-

.:The fact that a-claim.is broad ‘does not nec-

expression and the aptness of terms should be

permitted even though the claim Janguage is
not:as precise as.the examiner might desire.

essarily justify a rejection on the ground that
the claim is vague and. indefinite or incom-
plete. In non-chemical cases, a claim may, in
general, be drawn as broadly as permitted by
the prior art. : ~

The rejection of a claim as indefinite would
appear to present no difficulties.  On occasion,
however, a great deal of effort is required to
explain just what is wrong with the claim,
when writing the examiner’s letter. Although
cooperation with the attorney is to be com-
mended, undue time should not be spent trying
to guess what the attorney was trying to say in
the claim. Sometimes, a rejection as indefinite
plus the statement that a certain line is mean-
ingless is sufficient. The examiner’s action
should be constructive in nature and when pos-
sible he should offer a definite suggestion for
correction. = o '

The mere inclusion of reference numerals in
a claim otherwise allowable is not a ground
for rejection. But see Ex parte Osborne, 1900
C.D. 137; 92 O.G. 1797.

Alternative expressions such as “brake or
locking device” may make a claim indefinite if
the limitation covers two different elements.
If two equivalent parts are referred to such as
“rods or bars”, the alternative expression may
be considered proper.

The inclusion of a negative limitation shall
not, in itself, be considered a sufficient basis
for objection to or rejection of a claim. How-
ever, 1If such a limitation renders the claim
unduly broad or indefinite or otherwise results
in a failure to point out the invention in the
manner contemplated by 35 U.S.C. 112, an ap-
propriate rejection should be made.

Generally speaking, the inclusion of (1) nega-
tive limitations and (2) alternative expressions,
provided that the alternatively expressed ele-
ments are basically equivalents for the purpose
of the invention, are permitted if no uncertainty
or ambiguity svith respect to the question of
scope or breadth of the claim is presented.

The examiner has the responsibility to make
sure the wording of the claims is sufficiently
definite to reasonably determine the scope, Tt is
applicant’s responsibility to select proper word-
ing of the elaim, except to the extent that the
selection of words makes the claims indefinite.
Under no cirenmstances should a claim be re-
jected merely because the examiner prefers a
different. choice of wording.

Still another way in whieh a claim can be in-
definite is where a non sequitur occurs. For
example, a claim is inferential and therefore
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In re Cohn, 169 1
re: Harmmaclk, 166
C

 Fisher. 166 USPQ 18 ( COPA. 1

h Q 542;
In re Luck, 17 CCl]
re Steppan, 156 USPQ 143 (CCY G
In re Pilkington, 162 USPQ 145 (CCPA 1969).
When the prior art discloses.a product which
reasonably appears to be either identical with
or only slightly different than a product claimed
in a product-by-process claim, a rejection based
alternatively on either section 102 or 103 of the
statute is appropriate. As a practical matter, the
Patent and Trademark Office is not equipped to
manufacture products by the myriad of proe-
esses put before it and then obtain prior art
products and malke physical comparisons there-
with. A lesser burden of proof is required to
make out a case of prima facie obviousness for
product-by-process claims becanse of their
peculiar nature than when a product is claimed
in the conventional fashion. In re Brown, 59
CCPA 1036, 173 USPQ 685 (1972) ; In re Fess-
mann, 180 USPQ 324 (CCPA 1974).

Where an applicant’s product is incapable of
description by product claims which are of dif-
ferent scope, he is entitled to product-by-process
claims that recite his novel process of manufac-
ture as a hedge against the possibility that his
broader product claims may be invalidated. In
re Hughes, 182 USPQ 106 (CCPA 1974).

The fact that it is necessary for an applicant
to describe his product in product-by-process
terms does not prevent him from presenting
claims of varving seope. Ex parte Pantzer and
Feier, 176 USPQ 141 (Board of Appeals. 1972).

706.03 (f) [R-27]

A claim can be rejected as incomplete if it
omits essential elements, steps or necessary

Incomplete

Bev. 48, Apr. 1976

Tagan, 1911 C. s 11 538, expresses
the thought that' ctailed ‘claims set-
ting forth so many elements that invent :
not possibly reside in the combinatio )
be rejected as prolix. See also In re Ludwick,

1925 C.D. 806; 339 O.G. 393.

706.03(h) Nonstatu
27]

Some applications when filed contain an om-
nibus claim such as “A device substantially as
shown and described.” , L
Suach a claim can be rejected as follows:

~Claim _____ is rejected for failing to par-
ticularly point out and distinctly claim the
invention as required in '35 U.S.C. 112.

For cancellation of such a claim by examin-
er’s amendment, see § 1302.04(b).

ory Claim [R-

706.03(i) Aggregation [R-34]

Rejections on the ground of aggregation
should be based upor u lack of cooperation be-
tween the elements of the claim. Many deci-
sions and some legal writers extend the term
to include old and exhausted combinations
(£ 706.03(j)). Confusion as to what 1s meant
can be avoided by treating all elaims which in-
clude mere than one element as combinations
{patentable or unpatentable) if there is actual
cooperation between the elements, and as ag-
gregations if there is no cooperation.

Ezample of aggreqation: A washing ma-
chine associated with a dial telephone.

Exzample of old combination: An improved
carburetor claimed in combination with a gaso-
line engine. )

A claim is not necessarily agpregative be-
ranse the various elements do not function si-
multaneously. A tvpewriter, for example, is a
good combination. See also In re Worrest, 40
CCPA 804, 96 USPQ 381 (1953). Neither is a
claim necessarily aggregative merely because




elements which do cooperate are set for
specific det -

A rejection on aggregation should be made
only after consideration of the court’s comments
in %,n re Gustafson, 51 CCPA 13858, 141 USPQ
585 (1964). il i

706.03(j) Old Combination [R-34]

The rejection on the ground of old combina-
tion (synonymeus with “exhausted combina-
tion”) requires the citation of a reference, but
is treated here because of its relation to aggre-
gation. The reference (not a combination of
references, of course) is cited, 'not to antici-
pate the claim, but to anticipate the broad
combination set forth in the claim. Moreover,
the cooperation and result between the ele-
ments in the reference must be the same as it
is in the claim.

A rejection on the ground of old combination
should bhe made whenever proper. Whether
subcombination claims have been presented or
allowed in the same application, or whether
other grounds for rejection of the combination
claims exist, are not determinative of the pro-
priety of this rejection. The rejection is proper
when a single reference discloses broadly a com-
bination of the same elements functionally co-
operating in substantially the same manner to
produce substantially the same results as that

i Fx parte Silver-

of the claimed combination,
stein, 125 USPQ 238, The fact that an appli-
ant has improved one element of a combina-
tion which max he per se patentable does not
entitle him to a claim to the improved element
in eombination with old ¢lements where the ele-
ments perform no new function in the claimed
combination. In re Hall, 41 CCPA 759.

Example: An improved (specifically recited)
earburetor claimed in combination with a gaso-
line engine. A reference is cited which shows
a carburetor combined with a gasoline engine.
This shows the broad combination to be old.
Both in the reference and in the claimed com-
bination. the cooperation between the carbu-
retor and engine iz the same and the end result
is the same. The claimed combination is an
improvement over the prior art only becanse
of ‘he improved carburetor. The carburetor
has ceparate status, gince entive subelasses are
devoted to carburetors, elaimed as such. A
referenee iz preferably eited to show the sepa-
rate status and development.  (See 2090401
(i)

Old eombination rejections ordinarily are
based an 55 1= 0112 (failure to point oot the
vention j. wieetion should make it clear
exactly wi ombination s and why it s

improved element does not

st

70.1
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tion rejecti as follows:
L “Claim ted’under 385 U.S.C. 112 as
being drawn to the old combination of a bell,
a battery and a switch connected 'in series by
wire . conductors. - This combination  is :shown
to be old by the patent to Jones which discloses
broadly the.same elements funtionally inter-
related in the same manner to produce substan-
tially the same results. The combination of
claim 1 differs from that shown in Jones 1n
setting forth a specific construction of the bat-
tery itself. Since the latter does not modify
the action of the other elements recited in the
elaim in any material manner, no new combina-
tion is seen to exist. In re Hall, 100 USPQ
46; 41 CCPA 759; 208 F. 2d 870; 680 O.G.5.”

See also Lincoln Engineering Co., v. Stewart-
Warner Corp., 303 U.S. 545,37 USPQ 1 (1938) ;
In re McCabe, 48 CCPA 881, 129 USPQ 149
(1961) (discussion of claim 13): and particu-
larly In re Bernhart, 57 CCPA 737,163 USPQ
611 (1969).

706.03(k) Duplicate Claims; Double

Patenting [R-27]

Inasmuch as a patent is supposed to be lim-
ited to only one invention or, at most, several
clozely related indivisible inventions, limiting
an application to a single claim, or a single
claim to each of the related inventions might
appear to be logical as well as convenient.
However, court decisions have confirmed ap-
plicant’s right to restate (i.e., by plural claim-
ing) his invention in a reasonable number of
ways. Indeed, a mere difference in scope be-
tween claims has been held to be enough.

Nevertheless, when two claims in an appli-
eation are duplicates, or else are so close 1n
contenit that they bnth cover the same thing,
despite a slicht difference in wording, it 1s
proper after allowing one claim to reject the
other as being a substantial duplicate of the
allowed claim. Also, it is possible to reject
one claim on an allowed claim if thev differ
only bv snubject matter old in the art. The lat-
ter ground of rejection is get forth in the fol-
lowing paragraph  quoted from Ex parte
Whitelasw, 1915 C.D. 18; 219 O.G. 1237:

“Claim 51 is not patentable over claim 51
and claims 5%, 55 and 56 are not patentable
over claim 50 in view of Comstocl, No. 590,657,
which shows that it is old to employ an engine-
caging in fools of this character. The claims
Lield patentable are considered as fully cover-
i applieant’s invention, and applieant can-
not be permitted to multiply his elaims by
presenting alleged combinaticns which distin-
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no new function.

This rejection (the ex par
trme) is usually not. applied if there are cmly
a few claims in the application. .
~Situations related to that glven above are as
follows:

"Where there is a common assignee for two
or more applications by different inventors, and
the applications contam conflicting claims, see
& 804.03.

DovsLE PatentiNG

" Where there are conﬂmtmg claims in differ-
ent applications of the same inventor, one of
which is assigned, see § 304. :

Bev. 48, Ape. 1976

ﬁppﬁmtio
tions, see Chapter 800, particularly 8&§ 804
804.02, 806,04 (h), 822 and 822.01 for deuble pat-

PROCEDURE

 Where the same inventor has two
for species or for related inven-

enting rejections of inventions not p‘ztentable
over each other.

~ArpoicatioN ‘Finep-Unper 85 U.S.C 121

‘The Commissioner has determined that under

35 U.S.C. 121, the Patent and Trademark Office <-—

cannot reject a divisional application on the
pavent patent if the divisional application is
filed as a rmuh‘ of a requirement for restriction
made by the Office'even though the requirement
for 1‘o~n'ietion*re]ates to species. In ve Joyce,
1958 C.D. 2; 115 USPQ 412. See also In 1e
Herrvick et-al.. 1958 C.D. 1; 115 USPQ 412

10.2




MINATION OF APPLICATIONS

where the Commissioner ruled that a require-
ment for restriction should not be made in.an
application elaiming more than five species if
the examiner is of the opinion that the various
species are obviously unpatentable over one
another. . oo ; : '

706.03(1) Multiplicity [R-48]

37 CFR 1.75(b). More than one claim may be pre-
gented, ‘provided they differ substantizlly from each
other apd are not unduly multiplied.

An unreasonable number of claims; that is
unreasonable in view of the nature and sco
of applicant’s invention and the state of the
art, may afford a basis for a rejection on the
ground of multiplicity. A rejection on this

round should include all the claims in the case
inasmuch as it relates to confusion of the issue.

To avoid the possibility that an application
which has been rejected on the ground of un-
due multiplicity of claims may be appealed to
the Bc‘ardp of Appeals prior to an examination
on the merits of at least some of the claims
presented, the examiner should, at the time of
making the rejection on the ground of multi-
plicity of claims, specify the number of claims
which in his judgment is sufficient to prop-
erly define applicant’s invention and require
the applicant to select certain claims, not to
exceed the number specified, for examination on
the merits. The examiner should be reason-
able in setting the number to afford the appli-
cant some latitude in claiming his invention.

The earlier views of the Court of C'ustoms and
Patent Appeals set forth in In re Chandler, 117
USPQ 361, 45 CCPA 911 (1958 and In re
Chandler. 128 USPQ 138.50 CCP.A 1422 (1963)
have been somewhat revised by its views in In
re Flint. 162 TUSPQ 228, 56 CCPA 1300 (1969)
and In re Wakefield. 164 USPQ 636, 57 CCPA
959 (1970).

If a rejection on multiplicity is in order the
examiner should make a telephone call explain-
ing that the claims are unduly multiplied and
will be rejected on that ground. Note § 408, He
should request selection of a specified number
of claims for purposes of examination,

If time for consideration is requested arrange-
ments should be made for a zecond telephone
call, preferably within three working days,

When claims are selected, a formal multi.
plieity rejection is made, including a complete
record of the telephone interview, followed by
an aection on the selected claims,

When applicant refuses to comply with the
telephone request, a formal multiplicity rejec-
tion is made. No veference should be made to
the unsuceess ful telephone call.

71

plicity rejection ‘of the examiner, to be com- *

706.03(

'he applicant’s response to a formal multi-

plete, must-either:

1. Reduce the number of claims presented to
those selected previously by telephore, or if no
previous selection -has been made to a number
not exceeding the number specified by the ex-
aminer in the Office action, thus overcoming the
rejection based upon the ground of multiplicity,
or

2. In the event of a traverse of said rejection
applicant, besides specifically pointing out the
supposed errors of the multiplicity rejection is
required to confirm his selection previously
made by telephone, or if no previous selection
has been made, select certain claims for purpose
of examination. the number of which is not
greater than the number specified by the
examiner.

If the rejection on multiplicity is adhered to,
all elaims retained will be included in such
rejection and the selected claims only will be
additionally examined on their merits. This
procedure preserves applicant’s right to have
the rejection on multiplicity reviewed by the
Board of Appeals.

See also § 706.03 (k).

706.03(m) Nonelected Inventions
[R-34]

See 88821 to 821.03 for treatment of claims
held to be drawn to non-elected inventions.

706.03(n) Correspondence of Claim
and Disclosure [R-48]

3% CFR 1.117 (Rule 117). Amendment and revision
required. The specification, claims and drawing must
be amended and revised when required, to correct in-
accuracies of description and defintion or unneces-
sary prolixity. and to secure correspondence between
the claims, the specification and the drawing.

Another category of rejections not based on
the prior art is based upon the relation of the
rejected claim to the disclosure. In chemical
cases, a claim may be so broad as to not be
supported by disclosure, in whiqh case it is
rejected as unwarranted by the disclosure. If
avermente in a claim do not correspond to the
averments or disclosure in the specification, a
rejection on the ground of inaccuracy may be
in order. Tt must be kept in mind that an
original claim is part of the disclosure and
might adequately set forth subject matter
which is completely absent from the specifica-
tion. Applicant 18 required in such an in-
stance fo add the subject matter to the specifi-
cation. Whenever an objection or rejection is
made based on incomplete disclosure, the ex-
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but, the. suppo
aunendments made to thedisclosure.. ... o
-~ If subject matter capable of illustration is
originally claimed and it is not shown in the
drawing, the claim is not rejected but appli-
cant is required to add it to the drawing. See
§608.01(1). | T i e b
. See §706.03(z) for rejections on undue
breadth. - L , .
706.03(0) New Matter [R-29]

85 U.8.C. 182. Notice of rejection; reesamination.
.'Whenever, on examination, any claim for a'patent is
rejected, or any objection or requirement made, the
Commissioner shall notify the applicant thereof, stat-
4ng the reasons for such rejection; or objection or re-
quirement, together ‘with ‘such-information ‘and ‘refer-
‘ences as may  be useful in judging of the propriety of
continuing the prosecution of his application; and if
after receiving such notice, the applicant persists in his
ciaim for a patent, with or without amendment, the
application shall be reexamined. No amendment shall
introduce new matter into the disclosure of the
invention.

In amended cases, subject matter not dis-
closed in the original application is sometimes
added and a eclaim directed thereto. Such a
claim is rejected on the ground that it is drawn
to new matter. New matter includes not only
the addition of wholly unsupported subject
matter, but also, adding specific percentages or
compounds after a broader original disclosure,
or even the omission of a step from a method.
See 88 608.04 to 608.04(c).

In the examination of an application fol-
lowing amendment thereof, the examiner must
be on the alert to detect new matter. The pro-
hibition against new matter has been incorpo-
rated into the patent statute. These rejections
are based on 35 17.8.C. 182.

706.03(p) No Utility [R-20]

A rejection on the ground of lack of utility
includes the more specific grounds of inopera-
tivemess, involving perpetual motion, frivolous,
fraudulent, against publie policy. The statu-
tory basis for this rejection is 35 .8.C. 101,
See § 608.01(p).

706.03(q) Obvious Method [R-40]

In view of a decision of the 1.8, Court of
Customs and Patent Appeals, process claims

Hev. 48, Apr, 1976

A process may be unpatentable, however, even
if the product produced therefrom is patenta-
ble, In 1 nter, 158 USPQ 831 (CCPA 1968).
The mere substitution of a new starting mate-
rial in an otherwise conventional process may
well be obvious in the absence of some unob-
vious result in the process itself, In re Kanter,
158, USPQ331; In re Neugebauer et al., 141
USPQ 205 (CCPA 1964); Corning Glass
Works et al. v. Brenner, 175 USPQ 516 (D.C.

" However, the use of a specific mineral oil in
a process was held to be materjal in In re
Schneider et al., 179 USPQ 46 (CCPA 1073).

706.03(r) Mere Function of Machine
" In view of the decision of the Court of Cus-
toms and Patent Appeals in In re Tarczy-
Hornoch appearing at 158 USPQ 141, process
or method claims are not subject to rejection by
Patent and Trademark Office examiners solely
on the ground that they define the inherent
function of a disclosed machine or apparatus.

706.03(s) Statutory Bar [R-48]

Another eategory of rejections not based on
the prior art finds a basis in some prior act of
applicant, as a result of which the claim is
denied him. '

ABANDONMENT OF INVENTION

Under 35 U.S.C. 102(c), abandonment of
the “invention” (as distinguished from aban-
donment of an application) results in loss of
right to a patent. Note In re Gibbs et al., 168
USPQ 578 (CCPA 1971).

Owx Prioz Foreigy PATENT
Ezxtract from 85 U.8.0. 102, Conditions for patenta-

bility; novelty and loss of right to patent. A person
shall be entitied to a patent unlegg——
[ ® LJ LJ [

{(d) the invention was first patented or caused to
be patented, or was the subjeet of an inventor's cer-
tifieate by the applicant or his legal representatives
or assigns in a foreign country prior to the date of the
application for patent in this country on an applica-
tion for patent or inventor's certifieate filed more than
twelve months before the filing of the application in the
United States,

-




. The statute above quoted establishes four

conditions which, if all are - resent, estabhsh a
bar against the grantlng of a p&{m}t in thls
country

(1) The arelgn apphcatmn must be ﬁ]ed
more than one year before the ﬁlmb in- the
United States. -
(2) 1t mucxbeﬁled by the applicant, hxs legal
representatwec or assigns.

(3) The foreign patent or inventor's certi-
ficate must be acmalh granted (e.g.. by sealing
of the papers in Great Bl itain) before the ﬁhng
in the United States or. since foreign pmcedux es
differ, the act from which it can be said that the
invention was patented. has occured. It need not
be published. F» parte Gruschwitz et al.. 138
USPQ 505 discusses the meaning of “patented”
as qpphed to (zerman procedures.

(4) The same invention must be. involved.

If such a foreign patent or inventor's certi-
ficate is (h\c*m'm*ed by the examiner. the rejec-
tion is made under 35 U.S.C. 102(d} on the
ground of statutory bar,

Steymissiox To LiBRARY UNNECESSARY

Applications should not be submitted as a rou-
tine matter to the library to ascertain if the
foreign application has become a p’ttent Since
the foreign patent to be a bar under 35 17.S.C.
102(d) must have been granted before the filing
date in this eountry, the probability of the
foreign patent having issued after tlie date of
execution of the m‘lmn.t] oath and before the
U.S. filing “dare is so slight as to make such
search ordmaml} unproductive.

Foreios Firine WitnoUTt LICEXSE

85 U.K5.C. 182. Abandonment of invention for unauthor-
ized disclosure. The invention disclosed in an applica-
tion for patent subject to an order made pursuant to
geetion 181 of this title may be held abandoned upon
its being established by the Commissioner that in
violation of said order the invention has been published
or disclosed or that an application for a patent therefor
has been filed in a foreign country by the inventor, his
slecessors, agsigns, or legal representatives, or anyone
in privity with him or them, without the consent of
the Commisszioner. The abandonment shall be held to
have oceurred as of the time of violation. The consent
of the Commissioner shall not be given without the
eogenrrence of heads of the departments and the
chifef officers of the asgencies who eaused the order to
be lgsued, & holding of abandontent shall eonstitote
forfeiture by the applieant. hig suecessors, agalgns, or
legal ropresenty or anyone in privity «ith Lhim or
thetn, of aif « seainst the United Ztatex based
tipperl suieh friver:

85 U.8.0. 184 Filing of application in foreign coun-
try. Exvept when authorized by a Ueense obtained

sy

£its,

721

. APPLICATIONS

706.03(

six months after filing in the Umted States an applica-
tion for Datent or for the -registration of a utility model,
mduxtrml deelgn, or mode] in respect of an invention
made. in this country. A license sha!l not be granted
with respect to an invention subject to an order issued
by the Commissioner pursuant to section 181 of this
title without, the concurrence of the head of the depart-
ments and the chief officers of the agencies who caused
the order to be issued. The license may be granted
retroactively where an application has been inadvert-
ently filed abroad and the application does not disclose
an invention wirthin the scope of section 181 of this title,

The .term ‘‘application” when used .in this chapter
includes applications and any modifications, amend-
ments, or supplements thereto, or divisions thereof.

85 U.8.C. 185. Patent barred for filing without license.
Notwithstanding any other provisions of law any per-
son, and his successors, assigns, or legal representa-
tives, shall not receive a United States patent for an
invention if that person, or his successors, assigns, or
legal representatives shall, without procuring the
license prescribed in section 184 of this title, bave
made, or consented to or assisted another's making,
application in a foreign country for a patent or for the
registration of a wutility model, industrial design, or
model in respect of the invention. A United States
patent issued to such person, his successors, agsigns, or
legal representatives shall be invalld.

If, upon examining an application, the ex-
aminer learns of the existence of a correspond-
ing foreign application which appears to have
been filed before the United States application
had been on file for six months, and if the in-
rention apparently was made in this country,
he shall refer the application to Licensing
and Review Section of Group 220, calling at-
tention to the foreign qppl;catlon Pending
investigation of the possible violation, the ap-
plication may be returned to the examining
group for prosccution on the merits. When it
is otherwise in condition for allowance, the ap-
plieation will be again submitted to Licensing
and Review Secction of Group 220 unless the
latter has already reported that the foreign
filing involves no bar to the United States
'mr)h("m(m.

11 it should be necessary to take action under
55 17.8.0% 185, Licensing and Review Section of
Grrmp 990 will request transfer of the applica-
tion to it.

Orner Srarorony Bars

Claims to an invention in public use or on
sale in the United Stutes mrnv than twelve
months before the effective T8, filing date are
rejected. 35 U.S.C. 102(b).
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copied from a 'pa;tcmt

) and § 1101.02(f) ).

L

. “rej pl
clmms not patentably dxstmct from the dxs—

claimed subject matter as well as to the claims’

chrect}v mvolved

706.03(v) After Imerference or Puh-‘

lie Use Proceedmg [R-
48]

For rejections fo]lowmg an mferference, see
88 1109 to 1110.

The outcome of public use proceedmgs may
also be the basis of a rejection. (See 37 CFR
1.292).

Upon termination of a public use proceedings
including a case also involved in interference,
in order for a prompt resumption uf the inter-
ference proceedings, a notice should be sent to
the Board of Patent Interferences notifying
them of the disposition of the pubhc use pro-
ceedings.

706.03(w) Res Judicata

Res Judicata may constitute a proper
ground for rejection. However, as noted below,
the Court of Customs and Patent Appeals has
mfatmmllv restricted the use of res judicata
rejections. It should be applied only when the
earlier decision was a decision of the Board of
Appeals or any one of the reviewing courts and

[R-40]
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( 1970), ! pnor decision by"sttrlct Court) '
In the following cases for varic
res judicata rejections were reversed..