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gl the cla1ms to each species in excess of one are writ-

require ‘the applicant in ]

) ten in depeudent form (rule 75) or otherwise include

all the limitations of the generic claim.

Rule 142. Requirement for resiriction. (a} If two or
more independent and distinct inventions are elaimed
in.a smgle apphcahun, the examiner in his action shall
‘response to that: Mm@n to

‘ eléct that invention to which his clalms shall be re-

Plural Applications of Same Inventive Entity.

82201 Copending Before Examiner

801 Introduction

The subject of restriction and double patent-
ing are herein treated under U.S.C. Title 35.
which became effective J: anuary 1, 1953, and
the revised Rules of Practice that became effec-
tive January 1, 1953.

802 Basis for Practice in Statutes and
Rules [R-45]

The basis for restriction and double patent-
ing practice is found in the followmg statute
and rules:

35 U.S.C. 121. Divisional applications. If two or
more independent and distinet inventions are claimed
in one application, the Commissioner may require the
application to be restricted to one of the inventions.
If the other invention is made the subject of a divi-
stonal application which complies with the regquire-
ments of section 120 of this title it shall be entitled to
the benefit of the filing date of the original applicatioﬂ.
A patent issuing on an applieation with respect to whick
a requirement for restriction under this section has
been made, or on an application filed as a resunlt of
such a requirement, shall not be used as a reference

=g cither in the Patent and Trademark Office or in the

courts against a divisional application or against the
original application or any patent issued on either
of them, if the divisional application is filed before the
iszuance of the patent on the other application. If a
divisiomai application is directed solely fo subject
matter deseribed and claimed in the original applica-
tion as filed, the Commissioner may dispense with zign-
ing and execution by the inventor. The validity of a
patent shall not be questioned for failure of the Com-
migsioner to require the application to he restricted to
one invention,

Rule 141, Differcat inventions in one application.
Two or more independent and distinet inventions may
not be claimed in one application, except that more
than one species of ap invention, not to exceed five,
may be specifically claimed in different claims in one
application, provided the application also includes an
atlowable claim generie to all the claimed species and
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stricted, this official action being called a reguirement
for restriction (also known as a requirement for divi-
sion). If the distinctness and' independence of the-in-
ventions be clear, such requirement will be msdé be-
fore any action on the merits; However, it may be
made at any time before final action in the case, at
the discretion of the exammer

(b) Claims to the 'invention 'or ‘inventiéns mnot
elected ‘if not canceded are nevértheless withdrawn
from further ‘comsideration by ‘the éxaminer by the
election, subject however to remstatement in the event
the 1equ1rement for reatnctlon is wmhdrawn or over-

ruled.

Rules 141 through 146 outline Oﬂice pmctlce
on questmns of restriction.. - ..

802 01 Meanmg of : “Independent”
“Distinet”  [R-45] '

35 U.S.C. 121 quoted in the preceding section
states that the Commissioner may require re-
striction if two or more “independent and dis-
tinet” inventions are claimed in one applica-
tion. In rule 141 the statement is made that
two or more “independent and distinct inven-
tions” may not be claimed in one application.

This raises the question of the subjects as be-
tween which the Commissioner may require
restriction. This in turn depends on the con-
struction of the expression “independent and
distinet” inventions.

“Independent,” of course, means not depend-
ent. If “distinct” means the same thing, then
its use in the statute and in the rule is re-
dundant. If “distinet” means something dif-
ferent, then the question arises as to what the
difference in meaning between these two words
may be. The hearings before the committees
of Congress considering the codification of the
patent ﬁaws indicate that section 121: “enacts
as law existing practice with respect to divi-
gion, at the same time introducing a number
of changes.”

The report on the hearings does not mention
as a change that is mtroduoed the subjects be-
tween which the (‘ommlsqloner may properly
require division.

The term “independent” as already pointed
out, means not dependent. A large number of
subjects between which, prior to the 1952

Act, "

division had been proper, are dependent sub- |

.u
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Y REBTRICTION ) DOUBLE: PATENTING:

jects; such, for example, as combination and a
subcombination thereof; as process and appara-
tus used in the practice of the process; as com-
position and the proecess in which the composi-
tion is used; as process and the product made
‘by such- process, ete. If sectien 121 of the 1952
Act were intended to direct the Commissioner
never to approve division between dependent
inventions, the word “independent™ would clear-
ly have been used alone. If the Commissioner
has authority or discretion fo restrict hidepend-
ent inventions only, then restrietion would be
improper as between dependent inventions, e.g.,
such as the ones used for purpose of illustration
above. Such was clearly, however. not the intent
of Congress. Nothing in the language of the
statute and nothing in the hearings of the com-
mittees indicate any intent to change the sub-
stantive law on this subject. On the contrary,
joinder of the term “distinet” with the term “in-
pendent”, indicates lack of such ‘intent. The
law has long been established that dependent
inventions (frequently termed related inven-
tions) such as used for illustration above may
be properly divided if they are, in fact “dis-
tinct” inventions, even though dependent.

‘ INDEPENDENT

The term “independent” (i.e., not depend-
ent) means that there is no disclosed relation-
ship between the two or more subiects disclosed,
that is, thex are unconnected in design, opera-
tion or effect, for example, (1) species under a
genus which species are not usabie together as
disclosed or (2} process and apparatus incapa-
ble of being wused in practicing the process.

DisTixcer

The term “distinet” means that two or more
subjects as disclosed ave related. for example
as combination and part (subcombination)
thereof, process and apparatus for ifs practice,
process and product made, ete., but are capable
of separate manufacture, use or sale as claimed,
AND ARE PATEXNTABLE OVER EACH
OTHER (though they may each he unpatent-
able because of the prior art). Tt will be noted
that in this definition the term -related” 1s
used as an alternative for “dependent” in refer-
ring to subjects other than independent subjects.

It is further noted that the terms “inde-
pendent” and “distinet” are used in decisions
with varying meanings. All decisions should
be read carefully to determine the meaning
intended,

802.02

Definition of Restrietion
[R-45]

Restrietion, a generie term. inchides that
practice of requiring an election hetween dis-

119

tinct inventions, for example, election between <&

combination and: subcombinatioh inventions,
and the practice relating to an election between
mndependent. inventions, for example, an elec-
tion af species. : ' :
803 Restriction—When Proper [R-
45] xE :
Under the statute an application may prop-

erly be required to be restricted to one of two
or more claimed inventions only if they are
able to support separate patents and they are
either independent  (§§ 806.04-806.04(j)) ar
distinet (§§ 806.05-806.05(g)). :
 If it is demonstrated that two or more claimed
mventions have no diselosed relationship (“ine
dependent”), restriction should be required. If
it 18 demonstrated that two or more claimed in-
ventions have a disclosed relationship (“depend-
ent”), then a showing of distinctness is required
to substantiate a restriction requirement.:

“Where inventions are neither independent nor
distinct, one from the other, or they are not, suf-
fictently different to support more than one
patent, their joinder in a single application must
be permitted.

Practice RE MargUsH-TYPE CLAIMS

This sub-section deals with Markush-type
claims which include a plurality of alternatively
usable substances or membeérs. In most cases this
recitation by emumeration is used because there
isno appropriate or true generic language.

Where an application claims two or more in-
dependent and distinct inventions, the Commis-
sioner, under the provisions of 35 U.S.C. 121,
may require the application to be restricted to
one of the inventions.

A Markush-type claim is directed to “inde-
pendent and distinct inventions,” if two or more
of its members are so unrelated and diverse that
a prior art reference anticipating the claim with
respect to one of the members would not render
the claim obvious under 35 U.S.C. 103 with re-
gpect to the other member(s).

If the claim is of that nature, the examiner
is authorized to reject it as an improper Mar-
kush elaim and for misjoinder under 35 TRS.C.
121 and to require the applicant. to vestrict the
application to a single invention. In making
such a regnivement, the exainer will (1) clear-
ly delineate the members or groups of mem-
bers believed to congtitute improperly joined
inventions, and (2) state reasons fully explain-
ing whv they are independent and distinet. Ap-
plicant’s response to such a requivement should
be an clection of o single wiequately disclosed
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« and supported invention, with or without re-
striction of the claim(s) to that invention. Of
course, the response must not. introduce new
matter into the application. See 35 U.S.C. 132
and In re Welstead, 59 CCPA 1105, 463 F. 2d
1110, 174 USPQ 449 (1972). A refusal to elect
a single invention will be treated as a non-re-
sponsive reply.

If the members of the Markush group are suf-
ficiently few in number or so closely related that
a search and examination of the entire claim can
be made without serious burden, the examiner
is encouraged to examine it on the merits, even
though it 1s directed to independent and dis-
tinet inventjons. In such a case, the examiner
will not follow the procedure outlined in the
preceding paragraph and will not require re-
© striction. 5 ' :

Where the examiner has rejected the claim
and required restriction and the applicant has
responged without restricting the claim(s) to
a single invention, the examiner shall, if the

position is adhered to, again reject the claim

and any other Markush claims not restricted
to the elected invention. No further examination
of these claims is required unless and until such
rejection has been overcome. However, if the
search of the single elected invention develops
prior art which would render both the elected
invention and the improper Markush claim(s)
unpatentable, such prior art may be applied in
rejections of both without a complete search of
the subject matter of the improper Markush
eclaim(s). Otherwise, only true generic claims
and those restricted to the elected invention will
be examined in the usual manner.

™ The primary examiner is responsible for and

must sign the action making a requirement for
restriction between inventions reeited in a Mar-

L ush-type claim final.

Review of the rejection will be by appeal to
the Board of Appeals under 35 U.S.C. 134.

803.01 Review by Primary Examiner
[R45]

Sinee requirements for restriction under Title

kg 55 10.S.C. 121 are discretionary with the Com-

rissioner, it becomes very important that the
practice under this section be carefully admin-
istered. Notwithstanding the fact that this sec-

- tion of the statute apparvently protects the ap-

plicant against the dangers that previously
might have resulted from complianee with an
improper requirement  for vestriction, IT
=TILL REMAINS TMPORTANT FROM
THE STANDPOINT OF THE PUBLIC
INTEREST THAT NO REQUIREMENTS
Bl MADE WHICH MIGHT RESULT IN
THE ISSUANCE OF TWO PATENTSTFOR
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THE SAME INVENTION. : Therefore to
guard agaimst this possibility, the primary ex-

aminer must personally review and sign all <&~

final requirements for restriction.
804 Definition of ‘Double Patenting
[R—45] : o

There are two types of double patenting re-
jections. One is the “same invention” type
double patenting rejection based on 35 U.S.C.
101 which states in the singular that an inven-
tor “may obtain a patent.” This has been inter-
preted as meaning only one patent. :

The other type is the “obviousness” type dou-
ble patenting rejection which is a judicially
created doctrine based on public policy rather
than statute and is primarily intended to pre-
vent prolongation of monopoly by prohibiting
claims in a second patent not patentably dis-
tinguishing from claims in a first patent. In re
White et al., 160 USPQ 417; In re Thorington
ggfl% 163 USPQ 644. Note also §§ 804.01 and

The Court of Customs and Patent Appeals
has held that a terminal disclaimer is ineffec-
tive in the first type, where it is attempted to
twice claim the same invention. However, the
“obviousness” type double patenting rejection
may be obviated by a terminal disclaimer.

The term “double patenting” is properly ap-
plicable only to cases involving two or more
applications and/or patents having the same in-
ventive entity and where an invention claimed
in one case is the same as, or not patentably
distinct from, an invention already claimed.
The term “double patenting” should not be ap-

plied to situations involving commonly owned -

cases of different inventive entities. Cornmonly-
owned cases of different inventive entities are
to be treated in the manner set out in § §04.03.

The inventive entity is the sole inventor or the
jomt inventors listed on a patent or patent ap-
plication. A sole inventor in one application and
joint inventors in another application cannot
constitute a single or the same entity, even if
the sole inventor is one of the joint inventors.
Likewise, two sets of joint inventors do not con-
stitute a single inventive entity if any individ-
ual inventor is included in one set who is not
also included in the other seft.

804.01 Nullification of Double Patent-
ing Rejection [R-20]

35 U.S.C. 121, third sentence, provides that
where the Office requires restriction, the patent
of either the parent or any divisional applica-
tion thereof conforming to the requirement can-
not be used as a reference against the other,




same mventmnb in e

which, if acquiesced 1 in, mlght re%ult In the 1ssu-

ce ; nts for the same inve:
~The’ apparent'nulhﬁcatlon of double patent—

ing as a ground of rejection or invalid

many ‘troublesome questions as to mwnmg and

s1tuat10nc Where it apphes '

A. SITUATIONS WIIERE 35 U S C 121 Dm:s 7*Iorr
"APPLY

(a) The agphcant vol, ntanly ﬁl% two or
more ases requirement b theexam-
iner. o ;

. (b) The ciagxms of the dlﬁerent, apg
tions or. paten , not ¢ ant with
requlrement m y the examiner,

fact that the claims have been chang ,
terial respects from the claims at the tzme the
requirement was made.

(c) The requirement was made sub]ect to
the nonallowance of generic or other linking
claims and such linking claims are subse-
quently allowed. ‘

B. SrroatioNs szm-: 35 UbC 1921 «LPPAR-
ENTLY APPLIES

It is considered that the prohibition against
holdings of double patenting applies to re-
quirements for restriction between the related
subjects treated in §§ 806.04 through 836.05(g),
namely, between combination and subcombina-
tion thereof, between subcombinations disclosed
as usable together between process and appara-
tus for its practice, between process and prod-
uct made by such process and between appara-
tus and product made by such apparatus, ete.,
80 long as the cloims in each case filed as 2 result
of such requirement are limited to its separate

subject.

804.02 Terminal Disclaimer Avoiding
Double Patenting Rejection
R—45]

If two or more cases are filed by a single in-
ventive entity. and if the expiration dates of
the patents, granted or to be granted, are the
same, either beeause of a common issue date or
by reason of the filing of one or more terminal
dise laimers, two or more patents may pro erly
be granted, provided the claims of the different
cases am not drasn to the same invention (In re
Knohl, 155 USPQ 586; In re Griswold. 150

—’[”SI’Q 864z Fore Vogel and Vouel, 164 17517Q

6103,

120.1

tions on double patenting. However, such termi-
nal disclaimers must include a provision that the

inor

ete.),

are not ¢ nsuiered tobe drawn to the same inven-

:tlo' _ ouble patenting purposes. In cases

the difference in claims is obv1ous, termi-
laimers are effective to overcome rejec-

patent shall expire immediately if it ceases to
be commonly owned with the other apphcatlon

or patent. Noterule 321(b).

Where there is no dlﬁ'erence, the 1nvent10ns
are the same and a termlnan dlsclalmer is
meffectlve, : , :

’ Rule 321(b) A termmal dwcla.mer, when ﬁled in
an appﬁeation to obviate a double patenting re;ection,
must mclude a provismn that any patent granted on
that app!ication shall be enforceable only for and dur-
ing such penod that sald patent is commonly owned
with the application or patent which formed the basis
for the re]fection ‘See rule 21 for fee. o

See 1403 for form.

804.03 Terminal Disclaimer Not Ap-
plicable—Commonly Owned
Cases of Different Inventive
Entities [R-39]

Rule 78{c). Where two or more applications, or an
application and a patent naming different inventors
and owned by the same party contain conflicting
claims, the assignee may be called upon to state which
named inventor is the prior inventor. In addition to
making said statement, the assignee may also explain
why an interference should be declared or that no
conflict exists in fact. ‘

In view of 35 U.S.C. 1‘3:), it is necessary to
determine prlorlty of invention whenever two
different inventive entities are claiming a single
inventive concept, including variations of the
same concept each of which would be obvious in
view of the other. This is true regardless of
ownership and the provision of rule 201(c)
that interferences will not be declared or con-
tinued between commonly owned cases unless
good cause is shown therefor. A terminal dis-
claimer can have no effect in this situation, since
the basis for refusing more than one patent is
35 U.S.C. 102 or 103, “and is not connected with
any extension of monopo]y

Accordingly, the assignee of two or more
cages of different inventive entities, containing
conflicting claims must maintain a line of de-
marcation between them. Tf such a line is not
maintained, the assignee shonld be called on
to state which entity is the prior mventor of
that subject matter and to limit the claims of
the other application accordingly. If the as-
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signes does not comply with'this requirement,
‘the ease im:which the reguirement:to name the
prior mventor was: maﬂe WIH be held ab&a—
doned.

An apphca,tlon in- Whmh 8 reqmrement m
name the prior inventor has been made will not
be held abandoned where a timely response in-
dicates that the other application is abandoned
or will be permitted to become abandoned. Such
@ response will be considered sufficient since it
renders the requirement to identify the prior in-

ventor moot because the existence of conﬂlcumg
claimsiseliminated.: o

I after taking. out a mtent a common
assignee presents olaims for the first time in a
mpendmﬂ applieation not. patentably distinct
from the claims in the patent, the claims of the
apphcmon shonld be n}ected on the ground

that the assignee, by taking out the patent at
a time when the apphcm;on was not claiming
the patented m\entlon. 13 e~t0pped fo contend
that the patentee is not ‘the prior inventor,

If a patent is m‘ulvozapnf}v issued on one of
two commonly owned app lications by different
inventive entities which at the time when the
patent issued were claiming inventions wlneh
are not patentably distinet, the assignee should
be called on to make a determination of pr'nrzzv

as in the case of pending 4pp11catlona If the
determination indicates that the mtent 1ssued
to the senior entity a rejection under 85 U.S.C.
102 or 103 should be made. An election of the
applicant (senior entity) as the first inventor
should not be accepted without a complete (not
terminal) disclaimer of the conflicting claims

in the patent.

804.04 Submission to Group Director
[R-38]

In order to promote uniform practice, every
action containing a rejection on the grourd of
double mtentmg of either a parent or a divi-
sional ease (where the dwmonal case was filed
because of a requirement to restrict by the ex-
aminer under 35 U.S.C. 121, inclnding a re-
quirement to elect species, made by the Office)
must be submitted to the group director for ap-
proval prior to mailing. When the rejection on
the ground of double pflt@ntmrr is disapproved.
it shall not be mailed but other appropriate
action shall he taken. Note £ 1008, item 4.

805 Effect of Improper Joinder in
Patent [R-16]
35 1.8.0C. 121, last sentence provides: “The
validity of a Tmtnni shall not be questioned for
failure of the Commissioner to require the ap-
plication to be restricted to one invention.,” In
other words, under this statute, no patent can
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120.2

MANUAL: OF PATENT EXAMINING ; PROCEDURE

‘be‘held void for 1mpwper 3omde1 of inventions
;clamled theremy ' G e

,806 Determmaiwn of Dlsnnctnesa or

~ Independence of Claimed Inven-
‘tions  [R-20]

The geneml principles rel‘xtmg to distinet-
ness or independence are elementary, and may
be summarized as follows:

1. Where 1m entions are 1ndependent (ie,
no disclosed relation therebetween), restriction,
to one thereof is mdhnrlly proper, §§ 806. 0L
806.04 (j), though up to 5:species may be claimed
when thele is an &ilOWEd claim generic thereto,
rule 141, §§ 809.02-800.02 (¢).

\Vhele inv eniaona are related as chscloced
but are distinct as claimed, restriction’ mav bn
proper. ,

3. Where lnventmna are 1ehfed as disclosed
but are not, chct inct as claimed, restrlctzon is
never proper. Since, if restriction is required
by the Office double patenting cannot be held,
it is'imperative the requirement should never
be made where related inventions as claimed
are not distinct. For 2) and (3) see §q 806.05-
806.05(g) and 809.03.

806.@1 Compare Cianmed Subpeck ‘Vhts
ter ‘

In passing upon guestions of double pqtent-
ing and rcqtrlctmn. it is the claimed subject
matter that is cmz:zdm'ed and such claimed
subject matter must be compared in order to
determine the que:»‘zou of distinctness or inde-

pendence.

806.02 Patentability Over the Prior
Art Not Considered [R-29]

For the purpose oi a decision on the question
of restriction, and for this purpose only, the
claims are ordinarily assumed to be in proper
form and patentable over the prior art.

This assumption, of course, is not continuerl
after the question of restriction is settled and
the question of patentability of the several
claims in view of prior art is taken up.

806.03 Single Embodiment, Claims
Defining Same Essential Fea-
tures [R-45]

Where the claims of an application define
the same essential characteristics of a wnrﬂp
diselosed embodiment of an invention, restric-
tion ﬂlmel)ot“e(vn should never be required.
This is because the claims are but different
definitions of the same disclosed subject mat-
ter, varying in breadth or scope of definition.




RESTRICTION; DOUBLE PATENTING 806.04

Where such claims appear in different appli-  should be required to restrict the claims pre-
cations optionally filed by the same inventor, sented to but one of such independent inven- «

; r disclosing the same embodiments. see §§ 804-804. tions. For example :
. Ly U2 1. Two different combinations, not disclosed
806.04 Independent Inventions [R- as capable of use together, having dfﬁgrent
45] modes of operation, different functions or differ-
ent effects are independent. An article of ap-

If it can be shown that the two or more  parel such as a shoe, and a locomotive bearing
inventions are in fact independent, applicant  would be an example, A process of painting a

. 120.3 Rev. 45, July 1875



'RESTRICTION

a second example. ,
9. Where the two inventions ‘are: :
and appardtus, and theapparatus cannotbe used

to practice the process or any part thereof, they
ars independent. A specific process of molding:

is independent from a molding apparatuswhich
cannot be-used to practice the specific process.

3. Where species under a genusare independ-

ent. Forexample, a genus of paper clips having

species differing in the manner in which a sec-

tion of the wire @s formed in order to achieve a
greater increase in its helding power. :

Specres ARE TrREATED EXTENSIVELY IN THE

Forrowixg SpCTioNs * ;

806.04(a) Species—Genus [R-38]
The statute (35 U.S.C. 121) lays down the
general rule that restriction may be required to
one of two or more independent inventions.
Rule 141 makes an exception to this, providing

that up to five species may be claimed in one

application if the other conditions of the rule
are met. o , R

Species May Be Related
, . Inventions [R—45]

Species, while usually independent may be
related under the particular disclosure. Where

inventions as disclosed and claimed, are both
(a) species under a claimed.genus and (b)

806.04(b)

r*related, then the question of restriction must be

.

determined by both the practice applicable to
election of species and the practice applicable to
other types of restrictions such as those covered
in §§ 806.05-806.05 (g ). If restriction is improper
under either practice, it should not be required.

For example, two different subcombinations
usable with each other may each be 2 species of
some common generic invention. In ex parte
Healy 1898 C.D. 157; 84 O.G. 1281, a clamp for
a handle bar stem and a specifically different
clamp for a seat post both usable together on
a bicycle were claimed. In his decision, the
commissioner considered both the restriction
practice under election of species and the prac-
tice applicable to restriction between combina-
tion and subcombinations.

As a further example, species of carbon com-
pounds may be related to each other as inter-
mediate and final product. Thus these species
are not independent and in order to sustain a
restriction requirement, distinctness must be
shown. Distinctness is proven if it can be shown
that the intermediate product is useful other
than to make the final product. Otherwise, the
disclosed relationship would preclude their
being issued in separate patents.

DOUBLE ' PATENTING : /7 1/

house and u process of: boring a well would be

Subeombination  -Nét:. Ge

' nerie to Combination

The situation is frequently presefited where

two different combinations are disclosed, hav- ...

ing a subcombination common fo each. It is
frequently puzzling to determine whether a
claim readaﬁ_le' on two different combinations
is generic thereto. B
This was early recognized in Ex parte Smith
1888 C.D. 131; 44 O.G. 1183, where it was held
that a subcombination was not generic to the
different combinations in which it was used.
To exemplify, a claim that defines only the
subcombination, e.g.; the mechanical structure
of a joint, is not a generic or genus.claim to.
two forms of  combination, ez, two different
forms of a doughnut cooker each of which
utilize the same form of joint. ~ =

806.04(d)

Definition of a Generic
Claim [R-45]

In an application. presenting three species
illistrated, for example, in Figures 1, 2 and 3
respectively, a generic claim should read on
each of these views; but the fact that a claim
does so read is not conclusive that. it is generic..
It may. define only an element or subcombina-
tion common to the several species.. . . -

It is not possible to define a generic claim
with that precision existing in the case of a.
geometrical term. In general, a generic claim
should include no material element additional
to those recited in the species claims, and must
comprehend within its confines the organiza-.
tion covered in each of the species. ,

For the purpose of obtaining claims to more
than one species in the same case, the generic
claim cannot include limitations not present in’
each: of the added species claims. Otherwise
stated, the claims to the species which can be
included in a case in addition to a single spe-
cies must contain. all the limitations of the
generic claim. :

Once a claim that is determined to be generic
is allowed, all of the claims drawn to s’peciesﬁ
in addition to the elected species which include
all the limitations of the generic claim will ordi- <
narily be obviously allowable in view of the al-
lowance of the generic claim, since the addi-
tional species will depend thereon or otherwise
include all of the limitations thereof.

‘When all or some of the claims directed to i
one of the species in addition to the elected
species do not include all the limitations of the
generic claim, then that species cannot be
claimed in the same case with the other species,

see § 809.02(c) (2).
Rev, 456, July 1678



spemes,
cies clain

of scope of, deﬁhlhon (and. thus e desi
a generic or genus claim). . ; )

Bpecies_are always the speczﬁcal?y dz/ferent':

embodiments.
Species are. usually but not always mdepend-

ent as disclosed (see §806.04(b}) since there
is usually no dlsclosure, of relationship there-
a genus for two differ-
being conceived

between. The fact that a
ent embodiments is capable of
and defined, does not affect the m&ependence of
the embodlments, where the case under con-

sideration contains no disclosure of any. com-.

or effect.

munity of operatlon fu |

806. 04( f) Clalms Restrlcted to Spe-
_cies, by Mutually Exclusxve
- Characteristics =~

Claims to be ‘Testricted to different cpeclesy"
The general test

must be mutually exclusive.
as to when claims are restricted respectively to
different species is the fact that one claim re-
cites limitations which under the disclosure are
found in a first species but not in a second,
while a second claim recites limitations dis-
closed only for the second species and not the
first. This is frequently expressed by saying
that claims to be restricted to different species,
must recite the mutually exclusive characteris-
tics of such species.

806.04(h) Species Must Be Patentably
Distinct From Each Other
and From Genus [R-38]

Where an applicant files a divisional appli-
cation claiming a species previously claimed
but nonelected in the parent case, pursuant to
“and consonant with a requirement to restrict,
there should be no determination of whether
or not the species claimed in the divisional ap-
~plication is patentable over the species retained
in the parent case since such a determination
was made before the requirement to restrict was
made.

In an thrafmn containing claims directed
to more than five species, the examiner should
not reqmr? restriction to five species unless he
is satisfied that he would be prepared to allow
claims to each of the claimed species over the
parent case, if presented in a divisioual appli-
cation filed according to the requirement. Re-

Rev. 45, July 1975

 sbriotion: should not: be's
claimed are. conmdered
over; .each other.

making reqmrement for restrlctlon m

a;h &pphcaﬂ%n laiming plural species, the ex-

aminer should group together speeies: consid-
ered clearly unpatentable over each other, with
the statement that restrlctmn as between those
species is not.required. -

- Where generic: claims are. allowed apphcant
may claim in the same application ’additional
species as provided by rule 141. As to these, the
patentable dlstmctlon between the species or be-
tween the species and genus is not rigorously
investigated, since thev ‘will issue dn the same
patent. However, the practice stated in § 706.03
(k) may be followed if the claims differ from

juired-if the: species
eariy unpatentable

the :atlowed genus. only by subject matter that

can be shown to be old by citation of prior art.
Where, however, an apphcant optionally files

another apphcatlon with claims to a different’

species, or for a species. disclosed but not claimed

ina parent case as filed and first anted upon. by

the examiner, there should be close investigation
to determine the precence or absence of patenta-
ble difference. See §§ 804.01 and 804.02.

806.04(i) Generic  Claims
When Presented for First
Time After Issue of Specles

[R—45]

Where an apphcant has separate applica-
tions for plural species, but presents no generic
claim until after the issue of a patent for one
of the species, the generic claims cannot be al-
lowed, even though the applications were
copendmg In re Blattner, 114 TSPQ 299, 44
C.C.P.A. 994 (CCPA 1957).

806.04(j) Generic Claims in One Pat-
ent only [R-45]

Generic claims covering two or more species
which are separately claimed in two or more
patents to the same inventor issued on copend-
ing applications must all be present in a single
one of the patents. If present in two or more
patents, the generic claims in the later patents
are void. Thus generic claims in an applica-
tion should be rejected on the ground of dou-
ble patenting in view of the generic claims of

Rejected

-y

L

the patent. Ex parte Robinsen, 121 USPQ 613,

(Bd. App..1958).
806.05 Related Inventions. [R-45]

Where two or more related inventions are
being claimed, the prineipal question to be de-
termined in connection with a requirement to
restrict or a rejection on the ground of double
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- RESTRIé’FmN ; DOUBLE PATENTING | 806.05(g)

_ patenting is whether or not the inventions as  these factors cannot be shown. such inventions™ 1

claimed are distinct. If they are distinct. restric-  arenot distinct. o

tion may be proper. If they are not distinct, “The following examples are included for gen-
restriction is never proper. If non-distinct m- eral gunidance.

‘entions ar i »applications or ‘

ventions are claimed in separate applicati ns o 1. SurcoMBINATION NOT ESSENTIAL TO
patents, double patenting must be held. except ConBINATION

where the additional applications were filed con- SR
sonant with a requirement to restrict. A By Restriction proper

The various pairs of related inventions are By -

noted in the following sections. Wlhere a combination as claimed does not set

_ L forth the details of the subcombination as sepa-
806.05(a) Combination or Aggrega- rately claimed and the subcombination has sepa-
tion and Subcombination rate utility, the inventions are distinet and re-

or Element [R-45] striction is proper if reasons exist for insisting
upon the restriction. i.e. separate classification,

A combination or an aggregation is an or-  status,or field of search.
ganization of which a subcombination or ele- This situation can be diagramed as combina-
ment is a part. tion A By, and subcombination B, B indi-
The distinction between combination and ag-  cates that in the caanbination the subcombina-
gregation is not material to questions of re-  tionisbroadly recited and that the specific char-

striction or to questions of double patenting.  actevistics set forth in the subcombination claim
Relative to questions of restriction where a B, ave not set forth in the combination clam.

combination is alleged, the claim thereto must Since elaims to both the subcombination and
be assumed to be allowable as pointed out in  combination are presented and assumed to be
£ 806.02, In the absence of a holding by the ex- patentable, the omission of details of the claim-

aminer to the contrary. When a claim is  ed subcombination B, in the combination claim
found in a patent, it has already been found .1 B, is evidence that the patentability of the
by the Office to be for a combination and not  combination doss not rely on the details of the
an aggregation and must be treated on that  specific subcombination.

basis. 2. SuBcoMBINATION ESSENTIAL TO COMBINATION
- - . e - AB., L
806.65(b) Old Combination—Novel 7.7 Norestriction
Subcombination [R-25] . o e ,

If there i no evidence that combination 4 5.,

Restriction is ordinarily not proper hetween is patentable without the details of 7, restric-

& combination (AB) that the examiner holds  tion should not be required. Where the relation-

to be old and unpatentable and the subcombina- ship between the «laims iz such that the sepa-

tion (B) in which the examiner helds the  rately claimed subcombination B, constitutes

novelty, 1f any, to reside, ex parte Donnell 1923 the essential distingnishing feature of the com-

C.D. 54, 315 O.G. 398, (See §820.01.) bination 4 B., as claimed. the inventions are

not distinet and a requirement for restriction

806.05(¢) Criteria of Distinctness for  must not be made. even though the subcombina-
Combination, Subcombina- tion has separate utility.

tion or Element of a Com- 3. Soxe Codxerxation Craiys RecCITE SPECIFIC

bination [R-45] FEATURES OF THE SUBCOMBINATION BUT Orirer

Covpivationy Cravs Grve Evipexce Tuar

]?“ order to cstablish that combination and THE SUBCOMBINATION 18 NoT ESSENTIAL TO
=1 }('Up}bl_h:lh()]l Imventions are distinet, two- P € OMBINATION.
way distinetness must be demonstrated. 1B

Ty T T it For roct rietie . . s i .

T'o support a4 requirement for restriction. hoth .’l Alkf’l,;';. (Lvidence claim)

two-way distinctness and reasons for imsisting
o1t prestrietion are necessary,

If it can be shown that o combination. as Claim 1 /2. b= an evidence elaim whieh indi-
claimed eates that the combination does not rely upon

(1) docs not requive the particulars of the the sperific tetuii~ of the .\lll)t'()])l.l)illzlti(m for its
seheombination a- elaited for patentability, patentability. If claim .U B is zubsequently
’ fornd to be unslivwable, the gquestion of re-

{25 the subeomnbination can be =hown to have oinder of the inventions restricted must he re-
ntifity either hy itself o i other and different considered and the lettor to the applicant shonld
pelutions=. the inventions are distinet, When <0 state, Therefore. where the combination v\'i~‘_“l

12, Restrietion proper

il
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dence claim A B, does not set forth the ¢
of the subcombination B, and the subcor
tion B,, has separate utility, the inventions are
distinct and restriction is proper if reasons exist
for insisting upon the restriction.

In applications claiming plural inventions
capable of being viewed as related in two ways,
for example, as both combination-subcombina-
tion and also as different statutorv categories.
both applicable critevia for distinctness must
be demonstarted to support a restriction re-
quirement. See also § 806.04(b}.

806.05(d) Subcombinations
Together [R-45]

Two or more claimed subeombinations, dis-
closed as usable together in a single combina-
tion. and which can be shown to be separately
usable, are usually distinct from each other.

(are should always be exercised in this situ-
ation to determine if the several subcombina-
tions are generically elaimed. { See £66.04(b).)

Usable

806.05(e) Process and Apparatus for
Its Practice—Distinctness

[R45]

In applications claiming inventions in differ-
ent statutory categories, only one-way distinct-
ness is generally needed to support a restriction
requirement. However, see § S(4.05(¢ ).

L Process and apparatus for its practice can

he shown to be distinet inventions. if either or
hoth of the following can be shown: (1) that
the process as claimed can be practiced by an-
other materially different apparatus or by
hand, or (2) that the apparatus as claimed can
be used to practice another and materially dif-
ferent process.

806.05(f) Process and
Made—Distinctness
18]

A process and a product made by the process
~an be shown to be distinct inventions if either
or both of the following can be shown: (1)
that the process as clnimed is not an obvious
process of making the product and the process
as elaimed can be used to make other and dif-
ferent. produets, or (2) that the product as
claimed can be made by another and materially
different process.

806.05(g) Apparatus and
Made—Distinetness

45]

An apparatus and a product made by the ap-
paratus can be shown to be distinet mventions

Product
[R-

Product
[R-

Rev, 45, July 1975
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AMINING PROCEDURE

,ifuf'eitherf or both of the following :(‘a]l be shown ‘-‘

1} that the apparatus as claimed is not an ob-
vious apparatus for making the product and
the apparatus as c¢laimed . can be used to make
other and different products, or (2) that the
product as elaimed can be made by another and
materially different apparatus.

807 Patentability Report Practice Has

No Effect on Restriction Practice

[R-25]

... Patentability report practice (§705), has no
effect upon, and does not modify in any way,
the practice of restriction, being designed
merely to facilitate the handling of cases in
which restriction can not properly be required.

an
111

808 Reasons for Insisting Upon Re-
striction

Every requirement fo restrict has two as-
pects, (1) the reasons (as distinguished from
the mere statement of conclusion) why the in-
ventions as claimed are either independent or
distinet, and (2) the reasons for insisting upon
restriction therebetween. -

808.01 Independent Inventions
[R-25]

Where the inventions claimed are independ-
ent, i.e., where they are not connected in de-
sign. operation or effect under the disclosure of
the particular application under consideration
£ 806.04), the facts rvelied upon for this con-
clusion are in essence the reasons for insisting
wpon  restriction. This situation, except for
species, is but rarely presented, since persons
will seldom file an application containing dis-
closures of independent things.

808.01(a) Species [R-38]

Where there is no disclosure of relationship
between species (see § 806.04(b) ), they are inde-
pendent inventions and election of onc follow-
ing a requirement for restriction is mandatory
even thongh applicant disagrees with the exam-
iner. There must be a patentable distinetion he-
tween the species as elaimed, see § 806.04().
Thus the reasons for insisting upon election of
one species, are the facts relied upon for the con-
cInsion that there are claims restricted respec-
tively to two or move patentably different
species that ave disclosed in the application, and
it is not necessary to show a separate status in
the art or separate classification.

-t




®

A single species must be elected as
a_prerequisite to gplying the provisions of
rule 141 to four additional species if a generic
a1 aTlRed e & Gl Guidhny St o
" Even though the examiner rejects the generic
claims, and even though the applicant cancels
the same and thus admits that the genus is un-
patentable, where there is a relationship dis-
closed between species such disclosed relation
must be discussed and reasons advanced leading
to the conclusion that the disclosed relation
does not prevent restriction, in order to estab-
lish the propriety of restriction.

Election of species should not be required
if the species claimed are considered clearly
unpatentable over each other. In making a
requirement for restriction in an application
claiming plural species, the examiner should
group together species considered clearly un-
patentable over each other, with the statement
that restriction as between those species is not
required. - ]

Election of species should be required prior
to a search on the merits (1) in all applications
containing claims to a plurality of species with
no generic claims, and (2) in all applications
containing both species claims and generic or
Markush claims. ) ) -

In all applications in which no species claims
are present and a generic claim recites such a
multiplicity of species that an unduly extensive
and burdensome search is required, a require-
ment for an election of species should be made
prior to a search of the generic claim.

In all cases where a generic claim is found
allowable, the application should be treated as
indicated in §£§809.02(b), (c¢) or (e). If an
election is made pursuant to a telephone re-
quirement, the next action should include = full
and complete action on the elected species as

well as on any generic claim that may be
present.
808.02 Related Inventions [R-45]

Where, as disclosed in the application, the
several inventions elaimed are related, and such
related inventions are not patentably distinet as
claimed, restriction under 35 1.8, 121 is never
proper ($£806.05). Tf applicant optionally re-
stricts. double patenting may be Leld.

f Where the related inventions us elaimed ave

shown to be distinet under the criteria of
28 %06,05(e-¢). the examiner, in order to es
tablish reasons for insisting upon restriction.

b st show by appropriate explanation one of

the following :
(1) Separate claszifieation thereof:

125
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- 809

- This shows that each distinct subject has at-
tained recognition in the art as a separate sub-
ject for inventive effort, and also a separate
field of search. Patents need not be cited to show
separate classification.

(2) A separate status in the art when they
are classifiable together;

Even though they are classified together, as
shown by the appropriate explanation each
subject can be shown to have formed a separate
subject for inventive effort when an explanation
indicates a recognition of separate inventive ef-
fort by inventors. Separate status in the art
may be shown by citing patents which are evi-
dence of such separate status.

(3) A different field of search:

Where it is necessary to search for one of the
distinet subjects in places where no pertinent
art to the other subject exists, a different field
of search is shown, even though the two are
classified together. The indicated different
field of search must in fact be pertinent to the
type of subject matter covered by the c¢laims.
Patents need not be cited to show different fields
of search.

Where, however, the classification is the same
and the field of search is the same and there is
no clear indication of separate future classifi-
cation and field of search, no reasons exist for
dividing among related inventions.

809 C(Claims Linking Distinet Inven-
tions [R-45]

Where, upon examination of an application
containing claims to distinct inventions, linking
claims are found, restriction can nevertheless
be required. See § 809.03 for definition of linking
claims.

A letter including only a restriction require-
ment or a telephoned requirement to restrict
(the latter being encouraged) will be effected,
specifying which claims are considered linking.
See § 812.01 for telephone practice in restriction
requirements.

No art will be indicated for this type of link-
ing claim and no rejection of these claims made.

A 30-day shortened statutory period will be
set, for response to a written requirement. Sueh
action will not be an “action on the merits” for
the purpose of the second action final program.

To be complete, a vesponse to a requirement
made aceording to this seetion need only inelude
a proper election. ) ‘

The linking claims niust he examined with
the invention elocted, and should any linking
claim be allowed, rejoinder of the divided in-
ventions maust be permitted.

Rev, 45, July 1975
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_Generie Claim Lin

e T_?ndﬁri fulé 141, an ai]oWed geﬁérii:;claim m':iy'

+link up to five disclosed species embraced there-
hv- g . P = .y P :

" The practice is stated in rule 146:

Rule 146, Election of species. Tn the first action on
an application containing a ‘generic claim and claims
restricied separately to each of more than one species
embraced thereby, the examiner, if of the opinion after
.2 eomplete search on the generic claims that no generic

claizn presented is allowable, ‘shall require the apph-
eant in his response to that action to elect that species
-of kis invention to which his claims shall be restricted
if no generic claim’is finally held allowable. However,
if zueh application contains claims directed to more
than five 'species, the examiner may reguire restriction
of the ¢laims to not more than five species before taking
any further action in the case. :

The last sentence of rule 146, that the ex-
aminer may require restriction of the claims
“ s that not more than five species are separately
claimed, is permissive. It may be used in ag-
gravated cases of a multiplicity of species,
without acting on generic claims, to narrow
the issues down to five species. But see
§ %36.04(h).

809.02(a) Election Required
[R-25]

Where generic claims are present, a letter in-
c¢lnding only a restriction requirement or a tele-
phoned regnirement to restrict (the latter being
encouraged) should be effected. See § 812.01 for
telephone practice in restriction requirements.

Action as follows should be taken:

{1) Identify generic claims or indicate that
no generic claims are present.  See § 806.04(d)
for definition of a generic claim.

{23 Clearly identify each (or in aggravated
cases at least exemplary ones) of the disclosed
species, to which claims are restricted. The
species are preferably identified as the species
of figures 1, 2 and 3 or the species of examples
I. IT and ITI, vespectively. In the absence of
diztinet figures or examples to identify the sev-
eral species, the mechanical means, the par-
ticular material, or other distinguishing char-
acteristic of the species should be stated for
ench species identified. TIf the species cannot
be mare conveniently identified. the elaims may
he gronped in accordance with the species to
ivh they are restricted,

(%) Applieant, should then be required to
elect a single diselosed speeies under 55 1.8.C.
121, and advised as to the requisites of a com-
plete response and his rights under rule 141,

ne
Wi
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e ;Eo?;«genericy ;ciaims,}.@ search should not be
made and art should not be cited. . =

A 30-day shortened statutory period will be
set for response when a written requirement is
made without an action on the merits. Such
action will not be an “action on the merits” for
purpose of the second action final program.
To be complete, a response to a requirement
made according to this section need only include

a proper election. o S
In those applications wherein a requirement

for restriction is accompanied by an action on

all elaims, such action will be considered to be
an action on the merits and the next action
should be snade final. .. ...

The  following . form paragraphs are sug-
gested : R o ‘

“(Feneric claims . . . (identify) are pres-
ent in this application. Applicant is required
under 35 U.S.C. 121 to elect a single disclosed
species to which his elaims shall be restricted
if no generic claim is finally held allowable.”

“Applicant is advised that his response
must include, an identification of the désclosed
species that he elects consonant with the re-
quirement, and a listing of all claims read-
able thereon. An argument that a generic
claim is allowable, or that all claims are ge-
neric or amended to be generic, unless accom-
panied by an election, is nonresponsive.”

“Upon the allowance of a generic claim ap-
plicant will be entitled to consideration of
claims to not more than four species in addi-
tion to the single elected species, provided all
the claims to each additional species are writ-
ten in dependent form or otherwise include
all the limitations of an allowed generic claim
as provided by rule 141."

If claims are added after the election, appli-
cant must indicate which are readable on the

elected species.

How EXPRESSED

The following text is ordinarily sufficient in
requiring election of species:

“Applicant is required (1) to elect a single
disclosed species under 35 U.S.C. 121, even
though this requirement be traversed and (2)
to list all claims readable thercon, including
any claims subsequently added. Section 809.-
(2{a) Manual of Patent Examining Proce-
dure.”

This may be used instead of the three quoted
paragraphs in part. (3) of this section except
where applicant is prosecuting his own case o1
there are other reasons for helieving that the
short form wonld not be understood.

It is necessary to (1) identify generic claims
or state that none are present, and (2) to elearly
identify each species involved.




"~ 809.02(b) FElection
“ neric Claim

[R-18]

When a claim generic to two or more claimed
species is found to be allowable on the first or
any subsequent action on the merits and election
of a single species has not been made, applicant
should be informed that the claim is allowable
and generic, and a requirement should be made
that applicant elect a single species embraced by
the allowed genus unless the species claims are
all in the form required by rule 141 and no more
than five species are claimed. Substantially
the following should be stated:

“Applicant is advised that his response to
he complete must include an identification of
the single, disclosed species within the ollowed
genus that he elects and a listing of all claims
readable thereupon. Applicant is entitled to
consideration of claims to not more than four
disclosed species in addition to the elected spe-
cies, which species he must identify and list
all claims restricted to each, provided o7l the
claims to each additional species are written
in dependent form or otherwise include all
the limitations of an allowed generic claim as
provided by rule 141.”

809.02(¢) Action Following Election
[R-18]

An examiner’s action subsequent to an elec-
tion of species should inelude a complete ac-
tion on the merits of all elaims readable on the
elected species.

(1) When the generic elaims are rejected. all
claims not readable on the clected species
should be treated substantially as follows:

“(Claims are held to be with-

Arawn from further consideration under rule

142(b) as not readable on the elected species.”

{2y When a generic claim is subsequently
found to be allowable. and not more than 4
additional species are claimer. treatment should
he as follows:

When any claim directed to one of said addi-
tional species embraced by an allowed generic
elaim is not in the required form, 7l claims to
that species shonld be held to he withdrawn
from further consideration by the examiner.
The holding cshould be avorded somewhat as fol-
lows:

“Claims

e divected to gpecies
Care withdrawn from farther con-
sideration in this ease, sinee all of the elaims
to this species do not depend upon or other-
wise mehude all of the Timitations of an al-
toswed generie elaim as veguived by rule 1417

809,03

~ When the case is ofherwise ready for issue,
an additional paragraph worded somewhat as
follows should be added to the holding:
- “This application is in condition for al-
lowance except for the presence of such
claims. Applicant is given one month from
the date of this letter to amend the elaims in
conformance to rule 141 or take other action
(rule 144). Failure to take action during this
period will be treated as authorization to can-
cel claims to the nonelected species bv Ex-
aminer’s Amendment and pass the case to
1ssue. The prosecution of this case is closed |
except for consideration of the above matter.”
Claims directed to species not embraced by .
an allowed generie claim should be treated as
follows: Claims are for species not
embraced by allowed generic claims
as required by rule 141 and are withdrawn
from further consideration in this case, rule
142(Db).

809.02(d) No Species Claims
18]

Where only generie claims are presented no
restriction can be required except in those cases
where “he generic claims recite such a multi-
plicity of species that an nnduly extensive and
burdensome search is necessary. See § 808.01{a).
If after an action on only generic claims with
no restriction requirement, applicant presents
species claims to more than one species of the
invention he must at that time indieate an
election of a single species.

809.02 (e)

[R-

Generic Claim Allowable in

Substance [R-18]

Whenever a generic claim is found to be al-
Towable in substance, even though it is objected
to or rejected on merely formal grounds, action
on the species claims shall thereupon be given
as 1f the generic claim were allowed.

The treatment of the case should be as indi-
cated In §§ 809.02 (b), (c), or (d).

809.03 Linking Claims [R-45]

There are a number of situations which arise
in which an application has claims to two or
more properly divisible inventions, so that a re-
guirement. to restrict the application to one
warld be proper, but. presenfed in the same rase
are one or more claims (generally called “link-
ing” claims) insepavable therefrom and thus
linking together the inventions otherwise
divisible.

The most common types of linking claims
which, if allowed, act to prevent. restriction he-
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_tween inventions that

canotherwz% be sh wn to
‘be divisible,are: .~ , S

Genus claims linking species claims. .
¢ A claim to the necessary process of making a
product linking proper . process: and product
claims. . I T
A claim to “means” for practicing a process
linking proper apparatus and process claims.

Where linking claims exist, a letter including
a restriction requirement only or a telephoned
requirement to restrict (the latter being encour-
aged) will be effected, specifying which claims
.are considered tobe linking. .

For traverse of rejection of linking claim see

L& 81803 ().

809.04 Retention of ,Clainr,ls to Non-
Elected Invention [R-34]

Where the requirement is predicated upon
the non-allowability of generic or other type
of linking claims, applicant is entitled to retain
in the case claims to the non-elected invention
or inventions. :

If a linking claim is allowed, the examiner
must thereafter examine species if the linking
claim is generic thereto, or he must examine
the claims to the nonelected inventions that are
linked to the clected invention by such allowed
linking claim.

When a final requirement is contingent on
the non-allowability of the linking claims, ap-
plicant may petition from the requirement un-
der rule 144 without waiting for a final action
on the meritz of the linking claims: or he may
defer his petition until the linking claims have
been finally rejected, but not later than appeal,
rile 144, § 81%5.03(¢).

810 Action on Novelty [R-18]

In general. when a requirement to restriet is
made, 1o action on novelty and patentability is
given.

810.01 Not Objectionable When Cou-
pled With Requirement [R-

45]
A basie policy of the present examining pro-

gram is that the second action on the merits
should he made final whenever proper. § T06.07
(a). In those applications wherein a require-
ment for restriction or clection is accompanied
by a complete action on the merits of all the
claims, such action will be considered to be an
action on the merits and the next action by the
examiner should be made final, When prepar-
L’ing a final action in an application where appli-
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i %tionirrequi;jement,"'

~“Although an action on novelty and patentabil-
1ty 1s not necessary to a requirement, it is not
objectionable, ex parte Lantzke 1910 C.D. 100;
156 O.G. 257. e

. However, except as noted in § 809, if an action
18 given on novelty, it must be given on all
elaims. :

810.02 Usually Defefred

- The Oﬂiéepo]icy 1s to defer action on novelty
and patentability until after the requirement is
complied with, withdrawn or made final.
IS?SX parte Pickles, 1904 C.D. 126; 109 O.G.
263}‘%‘ parte Snyder, 1904 C.D. 242; 110 O.G.
ogEX parte Weston, 1911 C.D. 218; 173 0.G.
it 5

810.03 Given on Elected Invention
When Requirement Is Made
Final

Rule 143 last sentence states: “If the require-
ment is repeated and made final, the examiner
will at the same time act on the claims to the
elected invention.” Thus, action is ordinarily
given on the elected invention in the action
making the requirement final.

811

Rule 142(a), 2nd sentence: “If the distinct-
ness and independence of the inventions be
clear, such requirement (i.e. election of the in-
vention to be claimed as required by 1st sen-
tence) will be made before any action upon the
merits; however, it may be made at any time
before final action in the case. at the discretion
of the examiner.”

This means, make a proper requirement as
early as possible in the prosecution, in the first
action if possible, otherwise as soon as a proper
requirement develops.

Time for Making Requirement

811.02 Even After Compliance With
Preceding Requirement

Sine