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801

The subject of restriction and double patent-
ing are herein treated under U.S.C. Title 35.
which became effective January 1, 1953. and
the revised Rules of Practice that became effec-
tive January 1. 1953.

802 Basis for Practice in Statutes and
Rules

The basis for restrietion and double patent-
ing practice is found in the following statute
and rules:

35 U.N.C. 121. Dirisional applications. 1f two or
more independent and distinet inventions are claimed
in one application, the Commissioner may require the
application to he restricted to one of the inventions.
If the other invertion is made the subject of a divi-
sional application wkich complies with the require-
ments of section 120 of this title it shall he entitled to
the benefit of the filing date of the original application.
A patent issuing on an application with respect to which
a requirement for restriction under this section has
been made. or on an application filed as a result of
such a requirement, shall not be used as a reference
either in the Patent Office or in the courts against a
divisional application or against the original applica-
tion or any patent issued on either of them, if the
divisional application is filed before the issuance of
the patent on the other application. If a divisional
applicatinn is direcied solely to subject matter de-
seribed and claimed in the original application as filed,
the Commissioner may dispense with signinz and exe-
cution by the inventor. The validity of a patent shall
not be questioned for failure of the Comimissioner to
require the appliciation to be restricted to one invention.

Rules 141 through 146, which will he quoted
nunder pertinent topics, outline Office practice
on questions of restriction.

802.01 Meaning of “Independent”,

“Pistinet”

35 1U0.8.C. 121 guoted in the preceding section
states that the Commissioner may require re-
striction if two or more “independent and dis-
tinet” inventions are claimed in one applica-
tion. In Rule 141 the statement is made that
two or more “independent and distinet inven-

Roev., 18, Ot 196~
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tions” may not be claimed in one application.

This raises the question of the subjects as be-

tween which the Commissioner may require
restriction. This in turn depends on the con-
struction of the expression “independent and
distinet” inventions.
“Independent,” of course, means »no? depend-
ent. If “distinet™ means the same rhing, then
its use in the statute and in the rule is re-
dundant. If “distinet” means something dif-
ferent. ther: the question arises as to what the
difference in meaning between these two words
may be. The hearings before the committees
of Congress considering the codification of the
patent laws indicate that Section 121: “enacts
as law existing practice with respect to divi-
sion, at the same time introducing a number
of changes.”

The report on the hearings does not mention
as a change that is introduced, the subjects be-
tween which the Commissioner may properly
require division.

The term “independent™ as already pointed
out. means 7nof dependent. A large number of
subjects between which, in the past, division
has been proper. are dependent subjects, such.
for example. as combination and a subcombina-
tion thereof: as process and apparatus used in
the practice of the process; as composition and
the process in which the composition is used;
as process and the product made by such proc-
ess, etc. If Section 121 were intended to direct
the Comrmissioner never to approve division
between dependent inventions, the word “inde-
pendent” would clearly have been used alone.
If the Commissioner has authority or discre-
tion to divide independent inventions only.
then division would be improper as between
dependent inventions, e.g., such as the ones
used for purpose of illustration above. Such
was clearly. however, not the intent of Con-
gress. Nothing in the language of the statute
and nothing in the hearings of the committees
indicate any intent to change the substantive
law on this subject. On the contrary. joinder
of the term “distinct” with the term “in-
pendent”. indicates lack of such intent. The
law has long been established that dependent
inventions (frequently termed related inven-
tions) such as used for illustration above may
be properiy divided if they are, in fact “dis-
tinet” inventions, even though dependent.

While in ordinary parlance, two inventions
that are “independent” (i.e., not dependent)
might also be considered as accurately termed
“distinct”, the eonverse is not true. Inventions
that may be “distinet” may be dependent, and
thus the term “independent” could not accu-
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rately be used in referring to the same. For
the p of this manual, these terms are
used a8 defined below.

The term “independent” éi.e., not depend-
ent) means that there is no disclosed relation-
ship between the two or more subjects disclosed,
i.e., they are unconnected in design, operation
or effect, e.g., (1) species under a genus which
species are not usable together as disclosed or
(2) process and apﬁamtus incapable of being
used in practicing the process, etc.

The term “distinct” means that two or more
subjects as disclosed are related. for example
as combination and part (subcombination)
thereof, process and apparatus for its practice,
process and product made, etc., but are capable
of separate manufacture, use or sale as claimed.
AND ARE PATENTABLE OVER EACH
OTHER (though they may each be unpatent-
able because of the prior art). It will be noted
that in this definition the term “related” is
used as an alternative for “dependent” in refer-
ring to subjects other than independent subjects.

It is further noted that the terms “inde-
pendent” and “distinct” are used in decisions
with varying meanings. All decisions should
he read carefully to determine the meaning
intended. [ R-34]

802.02

Restriction, a generic term, includes that
practice of requiring an election between dis-
tinet or depment inventions, e.g., election be-
tween combination and subcombination inven-
tions, and the practice relating to an election
between independent inventions, e.g.. an election
of species.

Definition of Restriction

803 Restriction—When Proper [R-

34]

Under the statute an application may prop-
erly be required to be restricted to one of two
or more claimed inventions only if they are
independent (§§ 806.04-806.04(j)) or distinct
(88 806.05-806.05(g) ).

If it is demonstrated that two or more claimed
inventions have no disclosed relationship (i.e.,
“independent”), restriction should be required,
and it is not necessary to further show that the
claimed inventions are distinct. If it is demon-
strated that two or more claimed inventions
have a disclosed relationship (i.e.,“dependent™),
then a showing of distinctness is required to
substantiate a restriction requirement.

Restriction to a single invention may be re-
quired when two or more patentably different

474-456 (- 72 - 4

803.01

inventions are claimed in a single Markush-
type claim.

he Markush-type claim practice, which
allows enumeration in a claim of a plurality of
alternatively usuable substances or members,
has been sanctioned to permit the inclusion of
such members in a claim when a generic term
covering them is not available. Qver the years,
this form of claim has been used, for example,
in claiming compounds having a large variety
of substitutent groups, and, as a result,
Markush-type claims are presented which are
each directed to a plurality of independent and
distinct inventions.

More than one invention is present in a
Markush-type claim if the alternatively usable
members of the Markush group are so unre-
lated and diverse that a prior art reference
which shows one of the members and otherwise
anticipates the claim could not ordinarily be
used to reject under 35 U.S.C. 103 a claim recit-
ing another of the members. In such circum-
stances, the claim is considered to be an im-
proper Markush-type claim and not a generic
claim. Such a clain imposes an undue burden
on the Patent Oftice, particularly with respect
to the search which would have to be made for
proper examination.

"here an application contains a claim which
enumerates alternatively usable substances or
members which are so unrelated that the claim
is in fact directed to a plurality of independent
and distinct inventions, the examiner may re-
quire the applicant to elect the invention to
which his claims shall be restricted. After elec-
tion by applicant, such an improper claim by
enumeration may be withdrawn by the examiner
from further consideration because more than
one invention is being claimed (35 U.S.C. 121).

Where inventions are neither independent
nor distinct, one from the other, their joinder
in a single application must be permitted.

803.01 Review by Primary Examiner
[R-29]

Requirements for restriction under Title 35
U.S.C. 121 being discretionary with the
Commissioner, it becomes very important that
the practice under this section carefully
administered. Notwithstanding the fact that
this section apparently protects the applicant
against the dangers that previously might have
resulted from compliance with an improper
requirement for restriction, IT STILL
REMAINS IMPORTANT FROM THE
STANDPOINT OF THE PUBLIC INTER-
EST THAT NO REQUIREMENTS BE
MADE WHICH MIGHT RESULT IN THE
ISSUANCE OF TWO PATENTS FOR THE

Rev. 34, Oct. 1072



804

SAME INVENTION. Therefore to guard
against this possibility, the primary examiner
must personally review all requirements for
restriction.

804 Definition of Double Patenting
[R-32]

There are two types of double patenting re-
jections. One is the “same invention” type
double patenting rejection based on 35 U.S.C.
101 which states in the singular that an inven-
tor “may obtain a patent.” This has been inter-
preted as meaning only one patent.

The other type is the “obviousness” type dou-
ble patenting rejection which is a_judicially
created doctrine based on public policy rather
than statute and is primarily intended to pre-
vent prolongation of monopoly by prohibiting
claims in a second patent not patentably dis-
tinguishing from claims in a first patent. In re
White et al., 160 USPQ 417; In re Thorington
et al,, 163 USPQ 644 Note also §§ 804.01 and
804.02.

The Court of Customs and Patent Appeals
has held that a terminal disclaimer is ineffec-
tive in the first type, where it is attempted to
twice claim the same invention. However, the
“obviousness” type double patenting rejection
may be obviated by a terminal disclaimer.

The term “double patenting” is properly ap-
plicable only to cases involving two or more
applications and/or patents having the same in-
ventive entity and where an invention claimed
in one case 1s the same as, or not patentably
distinct from, an invention already claimed.
The term “double patenting” should not be ap-
plied to situations involving commonly owned
cases of different inventive entities.

Sole and joint inventors cannot constitute a
single entity, nor do two or more sets of joint
inventors constitute a single entity if any indi-
vidual is included in either set who is not also
included in the other. Commonly-owned cases
of different inventive entities are to be treated
in the manner set out in § 804.03.

Nullifieation of Double Patent.
ing Rejection [R-20]

35 U.S.C. 121, third sentence, provides that
where the Office requires restriction, the patent
of either the parent or any divisional applica-
tion thereof conforming to the requirement can-
not be used as a reference against the other.
This apparent nullification of double patenting
as a ground of rejection or invalidity in such
cases imposes a heavy burden on the Office to
guard against erroneous requirements for re-

804.01
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striction where the claims define essentially the
same inventions in different lap and
which, if acquiesced in, might result 1n the issu-
ance of several patents for the same invention.

The apparent nullification of double patent-
ing as a ground of rejection or invalidity raises
many troublesome questions as to meaning and
situations where it applies.

A. Srruations Wuaere 35 U.S.C. 121 Dors Nor
ArpLy )

(2) The applicant voluntarily files two or
more cases without requirement by the exam-
iner.

_(b) The claims of the different applica-
tions or patents are not consonant with the
requirement made by the examiner, due to the
fact that the claims have been changed in ma-
terial respects from the claims at the time the
requirement was made.

(¢) The requirement was made subject to
the nonallowance of generic or other linking
claims and such linking claims are subse-
quently allowed.

RB. Srruations Wrere 35 U.S.C. 121 Appar-
ENTLY APPLIES

It is considered that the prohibition against
holdings of double patenting applies to re-
quirements for restriction between the related
subjects treated in §§ 806.04 through 806.05(g),
namely, between combination and subcombina-
tion thereof. between subcombinations disclosed
as usable together. between process and appara-
tus for its practice. between process and prod-
uct made by such process and between appara-
tus and product made by such apparatus. ete.,
so long as the claims in each case filed as a result
of such requirement are limited to its separate
zubject.

804.02 Terminal Disclaimer Avoiding
Double Patenting Rejection
[R-29]

If two or more cases are filed by a single in-
ventive entity, and if the expiration dates of
the patents, granted or to be granted, are the
same, either because of a common issue date or
by reason of the filing of one or more terminal
disclaimers, two or more patents may properly
b granted, provided the claims of the different
cases are not drawn to the same invention (In re
Knohl, 155 USPQ 586; In re Griswold, 150
USPQ 804).

Claims that differ from each other (aside from
minor differences in language, punctuation,
etc.), whether or not the difference is obvious,
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are not considered to be drawn to the same inven-
tion. In cases where the difference in claims
is obvious, terminal disclaimers are effective to
overcome rejections on double patenting. How-
ever, such terminal disclaimers must mnclude a

rovision that the patent shall expire imme-
giately if it ceases to be commonly owned with
tl}l)e other application or patent. Note rule 321
( \)’Vhere there is no difference, the inventions
are the same and a terminal disclaimer is
ineffective.

Rule 321(b). A terminal disclaimer, when flled in
an application to obviate a double patenting rejection,
must include a provision that any patept granted on
that application shall be enforceable only for and dur-
ing such period that said patent is commonly owned
with the application or patent which formed the basis
for the rejection. See rule 21 for fee.

See § 1403 for form.
804.03 Terminal Disclaimer Not Ap-
plicable~~Commonly Owned
Cases of Different Inventive
Entities [R-30]

Rule 78(c). Where two or more applications, or an
application and a2 patent naming different inventors
and owned by the same party confain conflicting
claims, the assignee may be called upon to state which
named inventor is the prior inventor. In addition to
making sald statercent, the assignee may also explain
why an interference should be declared or that no
conflict exists in fact.

In view of 35 U.S.C. 135, it is necessary to
determine priority of invention whenever two
different inventive entities are claiming a single
inventive concept, including variations of the
same concept each of which would be obvious in
view of the other. This is true regardless of
ownership and the provision of rule 201(c)
that interferences will not be deeclared or con-
tinued between commonly owned cases unless
good cause is shown therefor. A terminal dis-
claimer can have no effect in this situation, since
the basis for refusing more than one patent is
35 U.S.C. 102 or 163, and is not connected with
any extension of monopoly.

Accordingly, the assignee of two or more
cases of different inventive entities, containing
conflicting claims must maintain a line of de-
mareation between them. If sueh a line is pot
maintained, the assignee should be called on
to state which entity is the prior inventor of
that subject matter and to limit the claims of

120.1

804.03

the other application accordingly. If the as-
signee does not comply with this requirement
the case in which the requirement to name the
prior inventor was made will be held aban-
doned.

If after taking out a patent, n common
assignee presents claims for the first time in a
copending application not patentably distinet
from the claims in the patent, the claims of the
application should be rejected on the ground
that the assignee, by taking out the patent at
a time when the application was not claiming
the patented invention, is estopped to contend
that the patentee is not the prior inventor.

If a patent is inadvertently issued on one of
two commonly owned applications by different
inventive entities which at the time when the
patent issued were claiming inventions which
are not patentably distinet, the assignee should
be called on to make a determination of priority
as in the case of pending applications. If the
determination indicates that the patent issued
to the senior entity a rejection under 35 U.S.C.
102 or 103 should be made. An election of the
applicant (senior entity) as the first inventor
should not be accepted without a complete (not
terminal) disclaimer of the conflicting claims
in the patent. [R--32]

804.04 Submission to Group Director
[R-32]

In order to promote uniform practice, every
action containing a rejection on the ground of
double patenting of either a parent or a divi-
sional case (where the divisional case was filed
because of a requirement to restrict, including
a requirement to elect species, made by the
Oflice) must be submitted to the group director
for approval prior to mailing. When the
rejection on the ground of double patenting is
disapproved, it shall not be mailed but other
appropriate action shall be taken. Note § 1008,
item 4.

805 Effect of Improper Joinder in

Patent [R-16]

35 T7.8.C. 121, last sentence provides: “The
validity of a patent shall not be questioned for
failure of the Commissioner to require the ap-
plication to be restrieted to one invention.” In
other words, under this statute. no patent can
be held void for improper joinder of inventions
claimed therein.

Rev. 34, Oct. 1972
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806 Determination of Distinctness or
Independence of Claimed Inven-
tions [R-20]

The general principles relating to distinct-
ness or independence are elementary, and may
be summarized as follows: .

1. Where inventions are independent (i.e.,
no disclosed relation therebetween), restriction,
to one thereof is ordinarily proper, §§ 806.04-
806.04.(j ), though up to 5 species may be claimed
when there is an allowed claim generic thereto,
rule 141, §§ 809.02-809.02(e).

2. Where inventions are related as disclosed
but are distinct as claimed, restriction may be
proper.

3. Where inventions are related as disclosed
but are not distinet as claimed, restriction is
never proper. Since, if restriction is required
by the Office double patenting cannot be held,
it is imperative the requirement should never
be made, where related inventions as claimed
are not distinct. For (2) and (3) see §§ 806.05—
806.05(g) and 809.03.

806.01 Compare Claimed Subject Mat-

ter

In passing upon questions of double patent-
ing and restriction, it is the claimed subject
matter that is considered and such claimed
subject matter must be compared in order to
determine the question of distinctness or inde-
pendence.

806.02 Patentability Over the Prior
Art Not Considered [R-29]

For the purpose of a decision on the question
of restriction, and for this purpose only, the
claims are ordinarily assumed to be in proper
form and patentable over the prior art.

This assumption, of course, 1s not continued

Rev. 32, Apr. 1972
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806.02

after the question of restriction is settled and
the question of patentability of the several
claims in view of prior art is taken up.

806.03 Single Embodiment, Claims
Defining Same Essential Fea-
tares

Where the claims of an application define
the same essential characteristics of a single
disclosed embodiment of an invention, restriec-
tion therebetween should never be uired.
This is because the claims are but different
definitions of the same disclosed subject mat-
ter, varying in breadth or scope of definition.

Where such claims appear in different appli-
cations optionally filed by the same inventor,
disclosing the same embodiments, only one
application car: be allowed.

806.04 Independent Inventions [R-
20]

Rule 141. Different imvceations in one applicalion.
Two or more independent and distinct inventions may
not be claimed in ome application, except that more
than one species of an invention, not to exced five, may
be specifically claimmed in different claims in one appli-
cation, provided the application also includes an allow-
able claim generic to g1l the claimed species and all the
claims to each species in excess of one are written in
dependent form (rnle 75) or otherwise include all the
Iimitations of the generic claim.

If it can be shown that the two or more
inventions are in fact independent, applicant
should be required to restrict the claims pre-
sented to but one only of such independent
inventions. For example:

1. Two different combinations, not disclosed
as capable of use together, having different
modes of operation, different functions or differ-
ent effects are independent. An article of ap-
parel such as a shoe, and a locomotive bearing
would be an example. A process of painting a
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house and a process of boring a well would be
a second example.

2. Where the two inventions are process
and apparatus, and the apparatus cannot be used
to practice the process or any part thereof, they
are independent. A specific process of molding
is independent from a molding apparatus which
cannot be used to practice the specific process.

3. Where species under a genus are independ-
ent. Forexample, a genus of paper clips having
species differing in the manner in which a sec-
tion of the wire is formed in order to achieve a
greater increase in its holding power.

SPECIES ARE TREATED EXTENSIVELY IN THE
FoLLOWING SECTIONS

806.04(a) Species—Genus

The statute lays down the general rule that
restriction may be required to one of two or
more independent inventions. Rule 141 makes
an exception to this, providing that up to five
species may be claimed in one application if
the other conditions of the rule are met.

806.04(b) Species May Be Related
Inventions

Species, while usually independent mayx bhe
related under the particular disclosure. Where
inventions as disclosed and claimed, are hoth
{a) species under a claimed genus and {h)
related, then the question of joinder must be
determined by both the restriction practice ap-
plicable to election of species and the practice
applicable to other types of restrictions. If
restriction is improper under either practice it
should not be required.

For example, two different subcombinations
usable with each other may each be a species of
some common generic invention. In ex parte
Healy 1898 C.D. 157: 84 0.G:. 1281, a clamp for
a handle bar stem and a specifically different
clamp for a seat post both usable together on
a bicycle were claimed. In his decision, the
commissioner considered both the restriction
practice under election of species and the prae-
tice applicable to restriction hetween comhina-
tion and subcombinations,

As a further example, species of earhon com-
pounds may bhe related to each other as inter-
mediate and final product. Thus these species
are not independent and in order to sustain a
restriction requirement, distinctness must be
shown. Distinetness is proven if it ean be showy
that the intermediate produet is useful other
than to make the final product. Otherwise, the
diseloged  relationship wonld preclude their
being issued in separate patents,

121

806.04(d)
806.04(c) Subcombination Net Ge-

neric to Combination

The situation is frequently presented where
two different combinations are disclosed, hav-
ing a subcombination commen to each. It is
frequently puzzling to determine whether a
claim readable on two different combinations
is generic thereto.

This was early recognized in Ex parte Smith
1888 C.D. 131; 44 O.(y. 1183, where it was held
that a subcombination was not generic to the
different combinations in which it was used.

To exemplify, a claim that defines only the
subcombination, e.g.. the mechanical structure
of a joint, is not a generic or genus claim to
two forms of a combination, e.g., two different
forms of a doughnut cooker each of which
utilize the same form of joint.

806.04(d) Definition of a Generic
Claim

In an application presenting three species
illustrated, for example, in Figures 1, 2 and 3
respectively, a generic claim should read on
each of these views; but the fact that a claim
does so read is not conclusive that it is generic.
It may define only an element or subcombina-
tion common to the several species.

It is not possible to define a generic claim
with that precision existing in the case of a
geometrical term. In general. a generic claim
should include no material element additional
to those recited in the species claims, and must
comprehend within its confines the organiza-
tion covered in each of the species. )

For the purpose of obtaining claims to more
than one species in the same case. the generic
claim cannot include limitations not present in
each of the added species claims. Otherwise
stated, the claims to the species which can be
included in a case in addition to a single spe-
cies must contain all the limitations of the
generic claim.

Once a claim that is determined to be generic
is allowed, the claims restricted to species in
addition to one but not to exceed four addi-
tional species, provided they comply with the
recquirements, will ordinarily be obviously al-
lowable in view of the allowance of the generie
claim, since the additional species will depend
thereon or otherwise include all of the limita-
tions thereof.

When all or some of the eclaims directed to
one of the species in addition to the first do
not include all the limitations of the generie
~laim, then that species cannot be claimed in
the same case with the other species, see
&09.02(c) (2).

Rev., 18, Oct. 1968
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806.04(e) Claims Restricted to

Claims are mever species. They are defini-
tions of inventions. Theyv may be restricted to
a single disclosed embodiment (ie. a single
species, and thus be designated «a specific spe-
cies elaim), or may include two or more of the
disclosed embodiments within the breadth of
scope of definition (and thus be designated
a generic or genus claini). ) )

Species are always the specifically different
embodiments.

They are uswally it not always independent
as disclosed (See 806.04(h)) sinee there is usu-
ally no disclosure of relationship therebetween.
The faet that a genus for two different embaori-
ments is capable of heing conceived and de-
fined, does not affect rhe independence of the
embodiments, where the ease under considera-
tion contains no disclosure of any conmmunity
of operation. function or effect. -

806.04(f) Claims Restricted to Spe-
cies. by Mutually Exclusive
Characteristics

Claims to he restricted to different species
must be mutnally exelnsive. The general test
as to when claims are restricted respectively to
different species is the fact that one claim re-
cites limitations which wnder the disclosure are
fonnd in a first species but not in a second.
while a szecond claim recites limitations dis-
cloged only for the second species and not the
first, This is frequently expressed by saying
that elaies to be vestricted to different species.
mngt recite the mutnally exclusive characteris-
ties of such species.

806.01(h) Species Must Be Patentably
Distinet From Each Other
and From Genus

Where an applicant files a divisional appli-
cation claiming a species previously claimed
in the parent case, pursuant to and eonsonant
with a requirement to restriet, there should be
no determination of whether or not the species
claimed in the divisional application is pas-
entable over the species rerained in the parent
case.

In an application containing claims directed
to more than five species. the Examiner should
not require restriction to five species nnless he
13 satisfled that he would be prepared to allow
elaims to each of the claimed species over the
parent case, if presented in o divisional appli-
cation filed aceording fo the requirement,  Re-
striction «honld not bhe required if the species
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claimed are considered clearly unpatentable
over each other. :

In making a requirement for restriction in
an application claiming plural species, the Ex-
aminer should group together species consid-
ered clearly unpatentable over each other, with
the statement that restriction as between those
species 1s not required.

Where generic claims are allowed, applicant
may claim in the same application species not
to exceed five, as provided by Rule 141. As io
these, the patentable distinetion between the
species or between the species and genus is not
rigorously investigated, since they will issue in
the same patent. Howaover, the practice stated
in 706.03(k) may be followed if the claims
differ from the allowed genus only by subject
matter that can be shown to be old by eitation
of prior art.

Where, however, an applicant optionally files
another application for a different species, or
for a species dizclazed but not claimed in a par-
ent case as filed and first acted nupon by the Ex-
aminer, there should be close investigation to
determine the presence or absence of patentable
difference.  See 504.01 and 804.02,

806.01 (i)

Generic Claims Rejected
When Presented for First
Time After Issue of Species
[R-18]

Where an applicant has separate applica-
tions for plural speries, but presents no generic
claim until after the issue of a patent for one
of the species. the generic claims cannot be al-

lowed, even though the applications were
copending.
806.01(j) Generic Claims in One Pa*

ent only [R-18]

Generic claims covering two or more species
which are separately claimed in two or more
patents to the same inventor issued on copend-
mg applications wus? all be present in o single
one of the paterte. If present in two or more
patents, the generic claims in the later patents
are void. Thus generic claims in an applica-
tion should be rejected on the ground of dou-
ble patenting in view of the generic claims of
the patent.

806.05 Related Inventions [R-18]
Where two or gnore related inventions are
being claimed, the principal question to be de-
termined in connection with a requirement to
restrict or a rejection on the ground of doubie
patenting is whether or not the inventions as
claimed are distinet.  H they are not distiner,
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restriction is never proper. 1Ifclaimed in sepa-
rate applications or patents, double patenting
must be held, except where the additional ap-
plications were filed consonant with a require-
ment to restrict.

The various pairs of related
noted in the following sections.

806.05(a) Combination or Aggrega-
tion and Subcombination

or Element [R-25]

A combination or an aggregation is an or-
ganization of which a subcombination or ele-
ment is a part.

The distinction between combination and ag-
gregation is not material to questions of re-
striction or to questions of double patenting.
Relative to questions of restriction where a
combination is alleged. the claim thereto must
be assumed to be allowable as pointed out in
§ 806.02, in the absence of a holding by the Ex-
aminer to the contrary. When a claim is
found in a patent, it has already been found
by the Office to be for a combination and not
En aggregation and must be treated on that
asis.

Combination claims ({other than combination
claims which are also genus claims linking
species claims) whether allowable, allowed, or
not allowed and considered the subject of a
proper restriction requirement should be
grouped as a separate invention, see § 806.05(c).

Combination elaims which under past praec-
tice may have served as a basis for joining
claimed inventions are not considered to be
linking claims. Likewise rejoinder of re-
stricted inventions. should any combination
¢laim be allowed, will not be permitted.

806.05(b) Old Combination—Novel
Subcombination [R-25]

Restriction is ordinarily not proper between
a combination (AB) that the Examiner holds
to be old and unpatentable and the subcombina-
tion (B) in which the Examiner holds the
novelty, if any, to reside, ex parte Donnell 1923
C.D. 54,315 O.G. 395, (See § 820.01.)

806.05(c)

inventions are

Criteria of Distinctness for
Combination, Subcombina.
tion or Element of a Com-
ination—Related Inven-
tions [R-18]

To support a requirement to restrict between
the elaimed inventions of two or more combina-
tions; of two or more subcombinations; of two
or more elements of a combination; of a

806.05(g)

combination and subcombination; or a combi-
nation and an elemcat of a combination, the
Examiner must _.emonstrate by appropriate
explanation one of the following criteria for
distinctness; ,

(1) Separate classification thereof:

This shows that each distinet subject has at-
tained a recognition in the art as a separate sub-
ject for inventive effort, and also a separate
field of search.

(2) A separate status in the art when they
are classifiable together:

Even though they are classified together, as
shown by appropriate explanation, each subject
can be shown to have formed a separate subject
for inventive effort when an explanation in-
dicates a recognition of separate effort by
mventors,

(3) A different field of search:

Where it is necessary to search for one of the
distinet subjects in places where no pertinent art
to the other subject exists, a different field of
search is shown, even though the two are classi-
fied together. The indicated different field of
search must in fact be pertinent to the type of
subject matter covered by the claims.

806.05(e) Process and Apparatus for
Its Practice—Distinctness
[R-18]

Process and apparatus for its practice can
be shown to be distinet inventions, if either or
hoth of the following can be shown: (1) that
the process as clained can be practiced by an-
other materially different apparatus or by
hand, or (2) that the apparatus as claimed can
be used to practice another and materially dif-
ferent process.

806.05(f) Process and
Made—Distinctness
18]

A process and a product made by the process
can be shown to be distinct inventions if either
or both of the following can be shown: (1)
that the process as claimed is not an obvious
process of making the product and the process
as claimed can be used to make other and dif-
ferent products, or (2) that the product as
claimed can be made by another and materially
different process.

806.05(g) Apparatus
Made~—Distinctness

25]
The eriteria are the same as in § 806.05(f)
substituting apparatus for process.

Produect
[R-

and Product
[R-
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