’ S earCh

l&mb«xﬁmﬁm within Scope  of

901.05 . Foreign Paien

901.05(a) Citation Da

901.05(b) = Other.Significant
21.05(c) - Obtaining Copies
901.05(d)  Translation

901.06 - Non-Patent Publications
901.06(2) - Seientific Library
901.06:b) . Borrowed Publications

Photocopy Orders

Soft Copy Orders

Orders for Patented and Abandoned Files
_ Marking Examiners’ Copies of Patents
_ Charge for Pending Application Files

901.06(c)  Alien Property Custodian Publications . . '

901.06(d)  Abstracts, Abbreviatures and Dc‘f§§psi\'(A 901 Prior 'A"t

: Publieations - o Erxtract from-Rule 104. (ay On taking up an appli-
901.07  Arrangement of Art in Examining Groups eation for examination, the examiner shall make a
90108  Borrowing References . ' thorough study’ thereof and shall make a thorough
90109 Missing (fnx)jesfnep}amxxzent Lo . i tion of the available prior art relating to the
902 Official Publications and Indices of U.8. Patents  piacr matter of the invention sought to be patented.
902.01 ~Manual of Classification ‘ e ;

202 T itions : 3 .
%g;(a?eﬁ:;:ﬁ;, Notes = ' : 901.01 Canceled Matter in U.S. Patent
902.“(:)'2(b) Search Cards ‘ , _ Files [R—,18]

002,03 TU.S. Patent Classifieation Indices i

002.03(a) . Numerical "

902.03(b)  Blue Slips

902.03(c)  Suhclass Lists ,

902.03(d4) Count. -

902.04 - Classification ‘Orders and Bulletins

903  Classification = '

903.01 - Statutory Authority

H03.02 - Basis :m'd", Principles of Classification

903.02(a) . New. and Reviserd Classes , o o .

903.02$b: Seope of a Class _— - 901.02 Abandoned Applications

903.03 = Classification of Foreign Patents [R-17]

003.04  Stamping  Examiners’. -and Search Room
Copies '

003.05 Transfer of U.S. Patents

503.06  Ordering Ofticial Cross-References

003.06 (2} Discovery. of ‘New Cross-References

903,07 Classifying .and Cross-Referencing at Allow:
ance or hefore Issue ‘

Cross-References — Keeping  Systematic

Canceled matter in the application file of a
[7.S. patent is not a proper reference as of the
filing date under 35 U.S.C. 102e, see Ex parte
Stalego, 154 USPQ 532, However, matter ean-
celed from the application tile wrapper of a
~ U.S. patent may be used as prior art as of the
patent date in that it then constitutes prior
public knowledge under 35 U.8.C. 102(a).

Rulc 7108,  Abandoned applications ot cited. Abhan--
doned applications ax such will not he cited as re-
ferences “except those which have become ahandoned
as a1 result of the filing and arceptance of ‘a request
under Rule 139. ‘ L
Where an abandoned application is referred
to in an issued U.S. patent the disclosure of the
Notes during I’rosecution application i.s incorporated by reference into the
90307(b) Issuing in Another Group Without dizelosure of the patent and 1s available to the
Transfer public.  See Rule 14(b). .

In re Heritage, 1950 (.1, 419: 639 O.(G. 638

903.07T (1)

003,08 “Applications—Assignment and Transfer : .
903.08(a)  New Applications holds that where a patent refers to and relies
BOZ.08(h)  Classification and Assignment 1o Examiner upon the disclosure _”f a <-og)fg?"}:'1)ng_:‘ulmndnnml
G00.08(c)  Tmmedinte Inspection of Amenvhments application, such disclosure is available as a
B03.08(d)  Vransfer Procedure reference, '
HELOS(e)  Genernl Regulations Governing Applica It has aiso been held thar where the refer-
tion Assignment ence patent refers to a copending but aban-
J003.08(f) Datent Classifier’s Decision doned application which discloses subject mat-
WE0S(g)  Transfer 1o Anoiher Exauwizing Group o ter in ~ommon with the patent. the effective
after Decision date of the reference as to the common sabject
904 1low to Search matter s the filing date of the abandened ap-

DY Rev, 18, Oct. 10908



120.G. 11
__ Published abstracts,
_sive publications are:

wap al.,

one application may be rejected

1 simed subject matter of a copending
application of the same inventive entity. For
applications having a common assi ~and
different inventive entities claiming gle
inventive concept see 804.03.

Applications abandoned unde

periods regarding interferences and the filing
of a continuing application. (See 711.06.)

1 901.04 U.S. Patents .
. The following different series of U.S. pat-

er Rule 139 are
treated as pending applications for limited time

numbers p

tional. Impro

and the

amended to provide for patenting certain types
of plants (Chapter 1600) these patents were
given a separate series of numbers. In citing,
the letters “P.P.” and the number must be given,

atents for designs (Chap-
ssued under a separate series of
numbers. In citing, the letter “D” and the
number must be given, e.g.,D.140,000.

' 901.05 Foreign Patents

s are being, or in the past have been issued.

The date of patenting given on the face of
each copy is the publication date and is the one
 usually cited. e filing date, in most in-

_ stapces also given on the face of the patent, is

~ordinarily the effective date as a reference (35
- U.8.C.102(e)). . o
X -Series. )
10,000 patents issued between 1790 and July 4,
1836. They were not originally numbered. but
have been arbitrarily assigned numbers in the
sequence in which they were issued. The num-
her should nof be cited. When copies are or-
dered, the patentee’s name and date of issue
suffice for identification.  Copies in stock are

_arranged chronologically.

1836 Series.
chemical patents issued since 1836 and fre-
quently designated as “utility” patents, are in-
cluded In this series. A citation by number
only is understood to refer to this series. This
series comprises the bulk of all T1.S. patents
issued. Some U.S, patents issued in 1861 hear
two numbers but only the larger number should
be cited.

Reissue Series. Reissued patents (Section
1401) have been given a separate series of num-
bers preceded by “Re.”” In citing, the letters
and the number must be given, e.g., Re 1776,
The date that it is effective as a reference is
the effective date of the original patent ap-
plication, not the filing date of the reissue
application.

A. I Series. From 1838 to 1861, patents
covering an inventor’s improvement on his own

Rev, 17, July 19568

The mechanical, electrical, and

These are the approximately

 Additional information can be obtained from

' """AH countries do not issue their patent speci-
 fications in s;rinted form. In some countries,
 there

is.a delay between the date of the patent
grant and the date of publication. Generally,
a foreign patent should not be cited as a refer-
ence unless the Examiner has seen the patent.

Citation data pertaining to those countries
from which the most patent publications are re-
ceived are given in the following sections.

the Scientific Library.
,901.05(3)’ Citation Data

~ Foreign patent publications that use Arabic

and Roman numerals in lieu of names to indi-

cate the date, show in order the day, month, and

vear. Roman numerals always refer to the

month.
Japanese patent application publications

show the date in Arabic numerals, by indicating -

in order the vear of the reign of the present
Emperor, the month, and the day. To convert
the Japanese vear of the Emperor to the West-
ern cnllendar vear, add 1925 to the Japanese
year. For example: 40-3-6=March 6, 1965,

Foreign language, alphabetical lists of the
names of the months, and of the names and ab-
breviations for the United States of America
are shown on the following page. The lists set
forth only selected. commonly encountered
foreign language names, and do not include
those which are similar to the Englizh language
names and thus easily transiatable. B

In using the lists, identification of the foreign
language (except for Russian), is not necessary.
The translation into English is ascertained by
alphabetiezlly locating the foreign language
name on the list. ‘

The list of the foreign language names and
abbreviations for the United States is nseful in
determining whether a foreign language patent
publication indicates the filing of a similar ap-
plication in the U nited States,




PRIOR ART, CLAS&IF!GA'LTON, B’EAROK

Alphabetical Llst of Selected Foreign Language Names of

Months

August >
August
August
CApril
March
June
July
June
December.
December.
April
August
February
February
February
February
Jannary
June
December
July
February
April
January
~January
December
July :
June
June
May
April
January
July

agosto
aolit
augtisti
avFil
bfezen
éervna
dervenci
czerwea
décembre
dicembre
dubna
elokuu
febbraio
Feber
februari
février
gennaio
gilgno
griudnia
heingknu
helmikun
huhtikuu
Janner
janvier
joulukuu
juillet
juin
kesdkun
kvetna
kwietnia
_leden
lipca

listopad November
listopada November
lokaknu October
luglio July
hutego February
maalisknn AMarch
maart March

Mai
Maj
maja

maraskuu

marca
mars
Marts
Mirz
marzo
mei
ottobre

pazdziernika

prosinca
Fijna

seitembre

sierpnia
srpna

styveznia
syvskuu

tammikuu

toukokuu
unora

wrzednia

zari

8BIYyCT
anpexs
nexalps

‘HIOJIB

HIOHB
Mailt
MapT
HoAOpE
orTAa0DpD

CeHTAOPD -

dbeBpaan
SIHBApE

maggid .

May '
May
AMay
Ma\ :
\owmher ~
March
March
March
March
March
May
- October
October
December
October
~September
Aungust
August
- January
September
January
May
February
- September
September

RUSSIAN
o August

September
February
January

Alphabetical List of Selected Foreign Language Vamés and
Abbrevmtlons for the United States of America

Anerikas Forenta Stater
D¢ Forenete Stater av Amerika

Etats-Unis d’ Amcrmm

Sp. StAL

Spoj. StLAm.

Spojene Staty Americke
Stany Zjednoczone Amervki

138.1

Stati an d’ \m(-rlcx

S.U.
S.U.A,
S.7.A.
V.St.A.
ViStv A,

Ver. St.V.Am(erika)

Vercenigde Staten Van Amerika
Vereenigde Staten Van Noord-Amerika
Vereinigten Staaten Von Amerika
Vorenede Stater i Amerika

Rev. 17, July 1968



the ldenhﬁcauon of forelgn patents and publ p=
plications which are cited as references. The “Suggested
Clmuon Date” is not always the effective date of the

Suggested citation date for

(‘omplete modﬁwlou mcepted
‘Ausgegeben am.
Brevet octroyé 1

(or .
Octrool toegekend op..
Brevet ‘mis en lecture

. . (or)
. i . Octrooi ter myage gelegd op .
Canada (1) Issued .
Sy (or)
Emis le .
Vydéno

Crechosiovakia
Patent udstedt den .

Denmark

Finland (1) | Julkaitsu . . . Publicerad (4)

Délivré ...

Ausgabetag ... :
Ausgegeben am ... (2)
Bekanntgemacht am ... (3)

(or)
Ausgabe der Auslegeschrift ()

{or,
Auslege (3)
Com%gleggspeciﬁmtion published

(or)
Compleze specification aocepted
' Dm(; d)i,concessione
(1

France
East Germany
West Germany

(or)
Concesso il . .".

(or) !
Rilasciato i} © . .
Ultgegeven ... (2) :
Datum van ter inzagelegging ... (3)
Offentliggiort .
Date at top nght of patent
(or)
Warszawa .
(or)
Opublikowano .
Puhllcerat den
Publié le .

(or)
; Veroflentlicht am .. .

! (or) ;
: Pubblicato il ..

Netherlands

Norway
Paland |

Swedesn:
Switzerland (1) .=

I'Des ..

o oo{or) ?
Brevetto iscritto ...

i «“Scfentific Library'’ .. . (stamp)

Recent patents use;

JTaTa onySIMKOBAHUS

onncaHuA . . . (5)

(or) :
| Brevetty registrato ...

o)
| Octrooi toegekend op ...

Tssued .

(ot -
Emis le .
Chrénens od .

Patent udsted: den ..

Patentti mysnneit y—
Patent bgﬁiia&! den [ 4)

| Delivre

see

. Bekaﬁntmﬁcmng der Anmeldung ..

Patent sealed®

Data di concessione . . .
(or}

(or}
Concesso i} . . .

(or}
Rilasciato i! . .
Dagtekening . . .

Patent gitt . .*
Tdzielono ..

Beviljat dern. .

! Brevez enre¢1
i Brevet déhvré ie .
(or

}
Patent eingetragen ..

or;
Patent erteilt . . .

{or)

Brevetts rilasciain . .
A1)

. Publicerat den ..
| Publié e ...

Octrooi opey !mar gemaakt op ... (2
Brevet mis en lecture le . ‘(’3) @ :

L) -

‘ Bekendzgmn den .

Oﬂenzhzg;on den .
Julkaitsu . Pubhcerad (4)

Publié le . .
Ausgabetag . S
Ausgegeben am ... v
Bek?n?:gemacht am ... (3)

or) ;
] Aus'(zabe der Auslegeschrift .. . (3)

or)

Auslegetag .. (3}
Complete :peciﬁcamon published

! Stampato el . . . (before 1960)
; "Q.QGO to present)

!"Uitgegeven . .. (2

i Datum van ter 1nzage‘eggmg . 13)

- Offentliggiort .
| Opubhkomano Ll

; (or)
i ‘Warszawsa . . .

i (or;

I Vergffentlicht am . ..
! for;
; ‘Pubblicatn il &

daTa ony6aukoBaAHuA
ONNCAHNA . . .

* Anncunced in Official Iournal does not appear on patent.

e* Anrmunced in Patenthlatt; does not appear on patent.

sec Announced in Bekanntmachungen; does not appear on patent.
222 T)oes not .;pgear on patent.

1% Countries which publlsh i1 ore than one language.

Rev. 17, July 1968

£
¢

j ?a:é
i Prin ed 4ppllmtmn

NN

138.2

3 Id#rmal data printed in hoth Finnish and Swedish.
(“itation date to he used, if shown on patent.




te of forei at-
, the case gg :{)
5 ,t Germ ny, Great Brlmm.
India, Ireland, Japan and .R., it does not
_ appear on the printed copies of the p
necessarys, | tlus mfomntm _can be semued from

morandum of

J.P. O.S at age 440,
Italian pat ents, see the \Iemor'mdum of October

25, 1960 distributed to all examiners and pub- -

lished in 42 J.P.0.S. 795-8. Comments concern-
ing German, French and
~ granting patents are ! ound in Ex parte Grusch-
}ntz et al, 138 U _This case did not

"Iﬁed as such and, when
as in France, the number

separately nu
hould be cited.

of the addltlo

provements
can be obtain / prietor of the parent
invention. Inventiveness in relation to the par-
ent invention need not be demonstrated and the
term is governed by the term of the parent
patent.

For citation of the number of p‘lges of draw-
mg and specification, see § T07.05(e).

Some forellgn countries list the references
cited during the prosecution. =These, especially
if they are U.S. patents, may be he]pfnl either
as references of interest to the examiner or to
suggest an overlooked field of search.

FEDERAL RE’PUBLIC oF GERMANY

German allowed applications have been is-
sued in printed form beginning September 1,
1955. 10se printed from this date up to De-
cember 31 1956, are captioned ‘Patentan-
meldung.” They should be cited as “German
printed applications” and identified by the name
of the applicant, the serial number of the appli-
cation, and the date of publication, The
applications printed after January 1, 1957,
are captioned “Auslegeschrift” and have an
additional number which is larger than 1,000,
000 and which will be the number of the patent
if issued. This new number should be used in-
stead of the original serial number. In addi-
tion to the above, data customarily given in cit-
ing formgn{mtontq should he used.

German Utility Models (Gebrauchsmuster)
may be used as references as prior patents, hut
not as prior printed publications since the full

139

bee /"'-eproduced in4l
For the effective dates of

and data Luctom.mlv giv en in citing foreign

eigian procedure in

ut the bar of foreign
{ o . series,

~the proper citation of the patent.

~ Librarian will obtain the'mmplma text o% the
specification from the German Patent Office.

A file of such copies is maintained in the Scien-
tific berary
NETHERLANDS

Netherlands appm.ltmn unless w lthdmwn, :

_are printed beggzm ning J:mu ry 1, 1964. They
~ are captioned “Octroo bin,

vrage”. They should
be cited as Netherla: plications giving the
number, date of- mlbl;mn n, “Datum van ter
nmmrellmg . name of applicant, “Aanvrager”,

patents.
GresT BRITAL N

("e!t.un Br mch apphmhom had become void
and hence lack a date of acceptance. Neverthe-
less, they were given a number in the patent
The date of publication (year only) is
given following the statement “Printed for His
Majesty’s Stationery f)ﬂxce. and this should
be cite

Brmsh qlweclhcatlons pmor to 1916 have

_ printed in large heavy type at the head of the

first page of the cpecxhcauon a number and
vear, as 1451 A.D. 1912,
the name, as required by the xules, is always
The year
given at the head of the specification is either
the year of filing or the year of acceptance, but

the patent.

The year prmted on the drawing is not al-
ways the year for correct designation of the
patent Vhere it is not, the correct vear is
shown b) a small xupenm number or expo-
nent placed to the right and above the serial
number of the patent, as—

1910—No. 499
1912—No. 19421

In instances of this kind the patent should be
cited as No. 499 of 1911 or No. 19421 of 1913.

Fraxce

The date of recent French patents to be taken
as the effective date as a patent for reference
purposes is the date of the Official Bulletin of
the French Patent Office (Bnllotm Officiel de la
Propriété Industrielle) in which the granting
of the patent was announced, This date does not
appear_on the printed copies of the specifica-
tions of the patents. The printed copies give the
date the patent was granted (délivré) and the
number of the particular issue of the Oflicial
Bulletin in which the granting of the patent
was announced. The date of the issue of the
RBulletin, if needed, may be obtained from the

Rev. 28, Apr. 1971

This, together with

in either case it is the official designation of .




patent is used
Egnted _publicatio
n the date on which t} 3
indicated on the printed copies by ti
“délivré”, as was established by dec
the courts, the i :
the Board of

by the specifications of granted patents are

_ now not available to the public until the date
of the Official Bulletin, it is necessary to anply

In re Af Ekenstam, 45 CCPA 1022

321, 1958 CD 402, 734 OG 290, 118 TSPQ *
and use the date on which the specification be-

came available to the public as the effective
date as a reference. This practice will apply to

recent French patents, going back to number
1,148,401 announced in the Official Bulletin of
July 11, 1957 and back to patent of addition

number 67,251. No change in practice is indi-

cated with respect to French patents prior to
these numbers. - .

 SWITZERLAND

The effective dates of Swiss patents are dis-
_cussed in Kz parte Reuge, 115 USPQ 51 and
in Ex parte Appeal No. 194-38, 1966 CD 31,
152 UUSPQ 70. It should be noted that two dif-

ferent systems are in operation in Switzerland.

The majority of patents are issued without
search and examination in the light of refer-
ences, and the date used for these is the publica-
tion (verdffentlicht, publié, pubblicato) date.
In two fields, inventions relating to time-keep-
ing, and inventions relating to the non-mechan-

_ ical treatment of textiles and fibers, applica-
_ tions are searched and examined in the light
of the prior art and the procedure differs from
that followed in the other cases: it follows, in
general, the procedure in the Federal Republic
of Germany as described in Fz parte Grusch-
witz et al, 1963 CD 839, 138 USPQ
505. Patents which have been issued under
the examination system can be recognized
from information given in the heading
which refers to the publication of the applica-
tion (the French and German language ap-
lications, Demande publiée and Gesuch be-
nntgemacht, respectively). As in the German
practice, when a case is found allowable by the
examiner the application is published for oppo-
sition and the specification is issued in printed
form (also referred to as Auslegeschrift, Ger-
man and Mémoire expose, French). These

Rev. 28, Apr. 1071

901.06 Non-Patént Publications

becomes necessary in

: patent issued under

ion system |{ ,

rlier than the date the patent was granted,

the library can obtain a copy of the earlier

printed application from the Swiss Patent
Office. , o

901.05(c) Obtaining Copies [R-28]

_ Photocopies of foreign patents can be ordered
by an Examiner for piacement in the shoes of a
class in which he examines, if the patents would
be of frequent use in that class (§905.01).

901.05(d) Translation [R-28]

_Examiners may request translators in the
Translation Section to assist them orally or with
written translations of any specifications in lan-

guages with which the examiner is not familiar.

(See §901.06(a), T'ranslations—Requests for
Translations, and § 903.03, Classification of For-
eign. Patents. be.ow.) Alternative versions of
specifications, in English or other languages
known to the Examiner, can commonly be
found. Searches for alternate versions are per-
formed in the Stack Service Section of the Sci-
entific Library. As a substitute for translation,
this service materiallv reduces the apparent
problem posed by a foreign language speci-
fication. :

V[R_, ,
28] / :

Al printed publications may be used as ref-
erences, the date to be cited being the publica-
tion date. Recognized abbreviations of names
of periodicals may be used in their citation
(§707.05(e)). :

There are some publications kept or circu-
lated in every group and each assistant Ex-
aminer should ascertain which are available in
his group and whether or not any of them is
likely to bear on any class assigned to him.
Science Abstracts of London, England pro-
vides the Patent Office with certain non-patent
literature. This literature includes the follow-
ing:

A. A copy of the full text of the article;
B. An English language abstract attached to

the full text of the article ;

C. Bibliographic details;

D. United States Classification including
class and subclass, where necessary addi-
tional copies are provided. The Interna-
tional Patent Classification (I.P.C.) is

_establish a date




' ;,stmiv to detarmzm Wheﬂwr the feammsg
. in the particular combination searched
'mber pre- would be ol to a person skilled in the art
er S followed general state of knowledge as reflected
. . iTe.

, S AVAILABLE
Fomlgn Patents

ibrary receives foreign patents by ex-
. rom almost all countries which issue
printed patents. These patents are bound into
book col lections which include one set arranged
~ in numerical order and, for most principal
countries, another set in “order of the classifi-
cation used by that country. The date of re-
ceipt of each patent is stamped on the first
(i.e., numerically arranged) copy eof the patent
and in a ledger. To ascertain w hether a copy
of a fore:rrn »atent has been received inquiry
should be m'u{e of the Stack Service Section.
The Library has a set of officially published
abstracts known as British Abridgments.
These are classified according to broad sub]ects

lling or addmg
s the Scientific

2 u :
The form should include the
men catmn mlmber, group art unit,
status chan examiner. The
('ompleted orm should be fa d to the For-
eign Patent Services and Records Section of the
Scientific Library. If the status oh‘mge involves
placing additional copies of the document, the
document should be forwarded along with the
completed form to the Scientific Library where
the additional copi 1 be made. If the change
in classification plac “RECORDED” non- ‘ ‘ Foreign Pqtent Journals
docum another examin-
plete 122 form should
e document and forwarded to
miner in the new group
and forward it to the

Most foreign countries issue official patent
and trademark journals correspondmg to the
Official Gazette. Patent journals are shelved
under country names in the patent collections,
and with the numerical sets of those countries
which print their patents. Trademark jour-

ocument identification number is cited, the nals constitute a separate collection which is
number and the class and subclass presently shelved in the Arlington warehouse.
should be. uded on the form PO-892. ~ . : Books
. The citation should be as follows:
(S00840001) Winslow, C.E.A. Fresh Air and
Ventilation .1 E. P. Dutton, 1926. p. 97-112,
TH 7653. W5, 315-22.
If the cited doc ument has a document identi-
fication number. it is not necessary to cnclose a
copy in the ROS folder

ompl :
Scxentlﬁc ILibrary.
‘Where a non- patent lltemture reference with

A representative selection of books published
in the United States and Great Britain in the
fields of applied technology is systematically
acquired by the Library. Tn addition to the
English language books, there is a modest se-
lection from French and German literature,
mostly in the field of chemlstn There are

e L also collections in the various examining grou
901.06(a) Scnentlﬁc lerary‘ [R-28] of books and trade catalogs pertinent to tre

The technical literature, foreign patents and ~ arts which they examine. The Design Patent
services supplied by the Scientific Exbmry are ~ Group has a great many manufacturers’
important to the examiner for two primary catalogs. g
reasons. In the first place, they provide ma- In selecting books and periodicals to be or-
terial which must be known or searched to de-  dered, the Librarian and his staff obtain as-
termine whether claims of applications are di- sistance from members of the Examining Corps,
rectly anticipated, and therefore unpatentable  and suggestions concerning materials to be
under the provisions of 35 U.S.C. 102. In the  obtained are welcomed at any time. A monthly
second place, in cases in which the primary  list of accessions is circulated to all examining
search indicates that there is some novelty as  groups at the beginning of each month and
compared to any single reference in the art,the  the books are placed on inspection in the Li-

library handbooks, textbooks, periodicals, re-  brary for severnl weeks thereafter. Duplicate
ports and other materials assist in deciding the  copies of books on this list, or any other per-
qnost ion of patentable invention (35 U.S.C. tinent book, may be ordered by examiners for

103). They enable the examiner to make a fur-  use in the groups by addressing a memoran-

140.1 Rev. 28, Apr. 1971



copies of these books
 the Library. ‘

Technical Periodicals

_Over 1,500 technical periodicals are received.
_ These include publications of many important
_scientific and technical societies. The list in-
cludes a number of titles in the design patent

ficld and in fields of interest to non-examining
areas of the Office. ' ° f

- Most of the periodicals received‘ by the Li-

Rev. 28, Apr. 1971
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Juesting of subscriptions for new titles at any

%me,'and the Library itself will occasionally
 The Library is alert to new
and it acquires sample

ds to groups likely to be inter-
quest for review and recommen-

~ An important part of the duties of each Ex-

aminer involves constant inspection of non-

patent literature pertinent to the class or classes




_ that he examines. He shoul
P roduction

publication, the particul
each class and subelass i

tion where possible).

Técﬁhiéal Dbcuments ,

* Almost all unclassified and declassified tech-
e Atomic Energy

nical documents issued by ,
Commission and agencies such as the Office of

Technical Services, Armed Services Technical

Information Agency, National Aeronautics and
 Space Administration, and the National Bureau

of Standards, are received.
Aps TO SEARCHING

_ Encyclopedic works, published indexes, and
_abstracting vehicles which assist searches in
patents technical literatures are constantly
increasing in number and quality. The Library
welcomes suggestions for acquisition of avail-
able or forthcoming aids to searching. In con-

__ducting library searches, Examiners are encour-

aged to sugi)lement their own familiarity, skill,
~ and available time by assignments to patent aids
~ and by queries addressed to the Circulation and
Reference Section of the Library (Ext. 2930).

Carp CAaTaLoGs
Main Catalog

This card catalog is located in the Reference
Room and lists all materials in the Library, the
Law Library and Examining Groups except
patent specifications and Atomic Energy Com-
mission documents. If an Examiner finds that
the book he desires is not on the shelf he may
be able to ascertain through the card catalog that
another copy is available elsewhere in the Office.
Examiners sometimes acquire material inde-
pendently of the Library, and it is important
that any such material should be sent to the
Library’s Technical Processes Branch for cata-
loging to assure that it may be recorded for the
benefit of the entire office. :

The Library of Congress classification scheme
is used in classifying the hooks, bound periodi-
cals. and documents other than these of the
Atomic Energy Commission and the books in
the Law Library. A printed outline of this
scheme is kept on one of the reading tables on
the second floor. Fxaminers will find the outline
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901.06(a)

_ helpful in determining the general subject area
of fhe field in which he is&xgntemsted. Catalog

made for the author, title when dis-

1 subjects. Bound volumes of peri-

rals are cataloged, classified and maintained

the bookshelves, while those which have not

et bound are separately located in alpha-
tical order. At the beginning of the main
card catalog, there is a separate card listing of
bound periodicals and foreign patent and trade-

mark journals.

, Cata.log of Atomié"Eherg"y :
~ Commission Documents

This catalog is separate from the main card
catalog and lists unclassified and declassified
AEC documents by series. Publication of these
cards was terminated on July 1, 1959, but in-
formation of this kind from publications sub-
sequent to that date can be obtained from
Nuclear Science Abstracts. e

‘ Uhdérw‘ood Card Digest

This is a card catalog of patent decisions
made by the Coiiiissioner and by the various
courts. Each card contains a digest of the
decision. '

LiBrRARY SERVICES
Foreign Patent Information

Upon request inade to the Circulation and
Reference Section (Ext. 2930) the Library will
procure individual typewritten copies of patents
from countries which issue, but do not print
them. Where ;afpplicable,’ the dates of opening
to inspection, of issuance and of publication will

- be requested of the foreign patent office. The

copy of each patent so acguired is retained in a
special file in the Stack Service Section, and a
photocopy thereof is submitted to the Examiner.

Technical Documents

When technical reports, such as those pub-
lished by U.S. Government agencies and their
contractors are desired, the Library should be
provided with all necessary identifying data,
including the report number if available. The
Library will obtain printed copies whenever
they are available but it may sometimes be pos-
sible to obtain only a microfilm or microprint

copy.

Manufacturers’ (Catalogs and Advertising
Circulars

These publications will be obtained by the
Library upon request. The Library does not

Rev. 26, July 1970




retained by th
by the Library and
may be sent to another Group.
The Technical Processes Bran
<xaminers who wish to build ujy

S Al

if requi

catalogs or circulars pertinent to their arts, by

writing for copies tu companies listed under
pertinent subject headings in 7'homas’ Register
of American Manufacturers and MacRae’s
luebook. Thomas’ Register gives product
classifications, an alphabetical list of trade

names, brands, etc. ; international trade section,

boards of trade, and other commercial organi-
zations, leading trade papers; and volume 4 is
_an index providing a product finding guide to
the contents of the first three volumes. 7Ahomes
Jatalogs, consisting of a film viewing
» and a set of catalogs of about 2,450

ufacturing firms in the form of
; ofilm, is available in the Reading
'~ Room near the 4-volume Zhomas Register of
American Manufacturers. which serves as an
index for the file. MacRae's Bluchook is a
comlprehensive listing of sources of indus-
trial equipment, products and materials, al-
phabetically arranged by product headings.
The principal arrangement is by subject and
there is also an index to advertisers. The Ex-
aminer should be aware of Sweet’s Catalog
Service, an annual publication which consists
of six separately bound files of manufacturers’
catalogs covering architecture, engineering,
process industries, mechanical industries, power
plants and product design.

Loan of Books and Other Publications

General

All Library materials other than the books
in the main reference collection in the Refer-
ence Room may be charged out at the cir-
culation desk. Materials should be kept as
briefly as possible, and ordinarily no longer
than two weeks. Since all library materials
are used for reference purposes, none may
be taken outside of the Patent Office. Ex-
aminers may use the Commerce Department
Library but may not charge out its books.
Books needed from that Library for official
use should be obtained through the Scientific
Library by means of interlibrary loan as de-

scribed in the following paragraph.
Rev. 25, July 1970

mation, above,)
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the Circulation and Reference
rrow from other libraries ma-
lable in the Scientific Library.
for this service, tm*fLibrariv) loans
its materials to other libraries in the District
of Columbia so that occasionally an Examiner
may find that the item he desires is unavail-
able. These materials which are out on inter-
library loan may be recalled for the Examiner
red for immediate use. To borrow
books from another library is costly in terms
of both time and effort; therefore, it is library
policy not to borrow materials unless strictly
rtinent to official use. Law books cannot be
rrowed by the Library for use by Examiners
in connection with law courses, .
When a book or ical is borrowed from
another library, and cited in an Office action,a
photocopy of the portion cited should be or-
dered immediately and ]%]awd in an appropri-
ate class and subclass. This class and subclass
should be cited in the Office action. A separate

file of duplicate photocopies of borrowed refer-
_ences is maintained in the Stack Service Section.

Reference Services

General ‘ ny ‘

The Staff of the Circulation and Reference
Section (Ext. 2930) will assist Examiners
in the use of the card catalogs and other
resources of the Library, in pointing out
publications which will help Examiners de-
fine the limits of the field of search, and in pro-
viding information for use in prior art searches.
TUpon request, it will provide bibliographies on
given subjects.  As requested by Examiners, it
performs searches in foreign patent journals to
ascertain the dates of opening to public inspec-
tion, of grant or sealing, and of publication of
specified foreign patent applications.

Procurement of Patents
The Circulation and Reference Section will
initiate action to procure specified foreign pat-
ents which are not in the Library’s collections.
(See LisrAry SErvICES—F oreign Patent Infor-

Publication Dates of Nonpatent Materials

Requests pertaining to the earliest date of
publication or first distribution to the public
of publications for which this information is
required should be made to the Circulation and
Reference Section. A duplicate copy of the
reply incorporating this information will be
forwarded to the Kxaminer.




Requests for Tramlat .
Examiners may consalt the ’ ransla

n at any time for oral assistance in translat-

'mg foreign patents or literature. Translations

~ are made “from all of the principal European
languages and from Japanese. The Library will

have required translations from other lan-

guages made elsewhere.

 Card Index of Available Translations |
_ This index lists all translations which have

- 148

been made by the Translation Section of the
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: able to quammers and non- ()ﬂlce pe
_ indexed by country, patent or trad
ber, and patentee or author. A
translations coming to an Exa

Translation Section so that it may make a copy
for its files. In this case the source is indi-

cated on the translation so that it will not be

certified as an official translation of the P.\tent
Office. [R-23] L
901.06(b) Borrowed Pub ica ons'
f [R-23] -

Whenever it is necessar) to borrow reference
fice

material from other libraries including the
main Commerce library, for official use, or to
obtain catalogues, bu]]etms or other literature,
a letter to this effect is sent to the lerarmn,
Scientific Library.
A PHOTOCOPY .SH()UL]) IMMEDI-
ATELY BE ORDERED OF THE POR-
TION OF ANY BORROWED BOOK
 WHICH 1S CITED IN AN OFFICE AC-
 TION. SUCH PHOTOCOPY SHOULD BE
PLACED IN AN APPROPRIATE CLASS

AND SUBCLASS AND SUCH CLASS AND.

SUBCLASS MUST BE CITED IN THE
OFFICE LETTER. See § 707.05(e) for cita-
tion data.

As the Examiner currently inspects non-
patent literature pertinent to the class or

classes that he examines, he should fill out a

form PQO-250 for each item or part thereof
that is essential in connection with search in
his arts. The publication, the particular pages
desired, each class and subclass in which he
desires a copy and the other information on
the order form should be given and the order
approved by a Primary Examiner.

The order should be sent to the Document
Services Branch with the publication (where
possible).

901.06(c) Alien Property Custodian
Publications [R-23]

Applications vested in the Alien Property
Cnstodian (lurmg World War Il were pub-
lished in 1943 even though they had not
hecome patents.

Rev. 23, Jan, 1970 14

_ date of pub]n atxon ,

- nons
side of the Office should be furnished to the

fer to these pub-
designated

Elxcahon may be
d by t asis for rejection
only as a effective from the
_is printed on each
LOI]?
he mannel of cit e of these publica-
is as follows: A.P.C._ Application of
-~y Ser. No. ... __, Published ______
The bcxentlﬁc Library contains a complete
set of A.P.C. published “applications arranged

' :numerlcally in bound volume\ i

901 06(d) Abstracts, Abbreviatures

- and Defensive Publications

[R-23]

_ Abstracts and Abbrev iatures are Patent Of-
ublications of abandoned applications.
Defensive Publications (the O.G. defensive
pubhcatmn and search copy) are Patent Office

~publications of a provmonall\ abandoned ap-

plication wherein the appllcant retains his
rights to an interference for a limited time
,()erlod of five years from the earliest effective
T.S. filing date. See §§ 711.06 and 711.06(a).
Distinet numbers are assigned to all Defen-
sive Publications published .lfter December 16,
1969, for example. ‘
T 69 001 o E
L. Number series. 001-999 available
monthly,
0.G. volume number,
Document category, T for Tech-
nical disclosure,” :
Defensive Publications are included in sub-
class lists and subscription orders. The distinct
numbers are used for all official reference and
document copy requirements.
A conversion table from the application
serial number to the distinct number for all
Defensive Publications published before De-
cember 16, 1969 appears at 869 (.G, 687.

901.07 Arrangement of Art in Exainin-
ing Groups

In the Groups the U.S. patents are arranged
in shoes bearing appropriate labels, each show-
ing the class, sub-class, and u~nall\ the lowest
and highest numbered patents put in the respec-
tive shoe. The patents should be arranged in
numerical order.

Some U.S. copies are marked “Cross Ref-
erence.” These are patents which are classified




of any value
ed S.h"()l_ﬂ,(l be ¢

- ‘c:)pi'}w

o art m wl

carded. . ‘ o
Copies of foreign patents are usually kep

~ shoes separate from and immediately follo
the U.S. patents and are preferably ar

, numericnl‘y‘ hout regard to \

Non-patent publications or p

thereof containing ,
subelasses, if numerous, should be filed in shoes
following the foreign patents, otherwise at the
bottom of the last shoe of foreign patents.

901.08 Borro‘“wing}_ Referel}ce'sk ‘[’R~

The search files in “eéch;Ex'amining‘ Group

should at all times be complete. Where they

are incomplete, the Examiners using such files
and relying upon their completeness may miss

valuable references. References removed from
the files whether for use in the Group or other-
wise should, of course, be promptly returned.

901.09 Missing ‘Copies—Replacement
[R-23] |

When the original copy of a reference is

missing from the Examiners files, a soft copy |

should be substituted at once and marked—
“Keep until original is found.” When it defi-
nitely appears that the original is lost, the
Documentation Division should be notified and
requested to supply a mounted copy.
ceived, this is sugstitut'ed for the soft copy.
If the original copy is subsequently found, the
substitute copy should be removed from the
file and discarded.

902 Official Publications and Indices

of U.S. Patents

Manual of Classification
23}

The Manual of Classification is published in
loose-leaf form, and supplementary sheets con-
taining changes are issned from time to time
to replace the original sheets.

All manual changes are effected by n series
of Classification Orders each of which is cur-

902.01 [R-
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ue to the

tions each having a
_ ject matter and
_ series of class n

or  photocopies
disclosures for particular

When re-

There are ‘

escriptive
o identified by of a
umbers (some numbers of the
series are blank and not presently assigned to

_any class). Each class 1s subdivided into a

number of subclasses with each subclass bear-
ing a title descriptive of its subject matter and
being identified by a subelass number which in -
many instances will include decimal fractions.
A complete identification of a subclass requires

both the class and subelass numbers, the class
number appearing first and the subelass num-

ber second, e.g., “103-161" identifies Class 103, ,
Subclass161. = | -
The Manual of Classification has the follow-

arts: .
A Brief Statement on the Use of the Manual.
Classes Arranged by Related Subjects. Tab-
ulation of classes, in which the classes are ar-
ranged in three major subjec# groups, with the
classes listed under each group by relationship
of subject matter. This tabulation is for the
purpose of assisting the user in finding the
main class pertinent to his search.

Classes Arranged by Eramining Groups.
 Classes Listed Alphabetically by title.
- Classes Listed Numerically with titles.
Subelass Scheduwles. Complete subelass sched-
ules for each class, the utility classes appear-
ing first in numerical sequence of class num-
bers, and then the design classes in numerical
sequence of design class numbers. Design
class alphabetical sequence by class names cor-
responds to numerical sequence. This is not
true of the utility classes. T

Alphabetical Index. Words and phrases
(frequently called titles) identifying various
characters of patentable subjects arranged in
alphabetical order, with tle citation of a class
or both class and subclass in which subject
matter identified by the title will be found.

902.02 Definitions [R-23]

All of the utility classes (i.e., classes devoted
to technology) except a few unrevised classes
have definitions. None of the design classes
has definitions.

Such definitions state the subject matter that
is found in each defined class and subelass

Rev. 23, Jan. 1970



.02 (a) Searc
The deﬁmtnons ha\'

thereof; namely, notes giving mformatmn as

to where subject matter related to the class will
be found (such notes appearing after the class
definition), also notes as to where
matter pertinent to the subclass wi
(appearing after the subclass
These notes are intended to indicate
relationship and the difference
separately classified sub]ect=
_ Such search notes are not exhausti

should be regarded as suggestive of ad
_ fields of search, but not as limiting t}

902.02(b) Search Cards [R-23]

In one shoe of each defined subclass in both
the Examining Group and the Public Search
Room is a “Se'u'c Card” having the definition

- of the subclass and the search notes if any.

. 902. 03 U.S. Patent Classnﬁcatlon In-
dices [R—23] '

A number of indices of U.S. patents are ‘1\’&1[- '

able and may be used to obtain classification
data of U1.S, patents.

902.03(a) 'f,kNumericél ""[R—23],k,

A numerical index of domestic patents giv-
card files in the Public Search Room and in
ledger books in the Documentation Service
Branch.

A numerically arranged punched card index
of both original and officially cross-referenced
domestic patents is on file in the Machine Tab-
ulating Branch of the Administrative Services
Division,

In each of the above, there is n separate in-
dex for each sevies, X, 1836, AI, Re, PP and D.
For the present original classification, call Ext.
3951, For official cross references of a given
pratent, call Ext. 3180.

Rev. 23, Jan, 1070

90203(b) Bm S!ipa [n—zs]

The “blue” mne classaﬁca,twn sli gr (Form
)-270), startin % ‘with patent num!
RE. 19,228, D 126,796, P.P. 1, and for all

ntly issued patents, and contammg the
class:ﬁcanon and cross- -references or-
are on file in the Docu-

902 63 (c) Subclaes

Cards representing all Us. patents, arranged

_ by class and subclass, are available in punched

card form in the Machine Tabulating Branch
of the Administrative Services Division.

Tabulated lists for each subclass ecan be ob-
tanined, one list for originals and one list for
cros%-reference and pub lshed abstracts of U.S.
apphcatlons -

, Count [R-—23]

In the imentation Servlce anch, ity
maintained a subclass “count,” the num-
ber of U.S. patents orlgmall) ¢ ass ed in each

~ class and subclass, and a corresponding “count

for cross-referenced U.S. patents.

902.04 Classification Orders and Bul |
letins [R—-23] o

_ Classification Orders are 1ssued from tnne to
time giving all changes in the classification
that have been made officially, including every
change to be made in the Manual of Classifica-

,non or in the definition books.

Copies are distributed to all Exammmg
Groups for immediate use.

Each order, except for those pornons '
taining to the amendment of existing degfu-
tions, is subsequently printed in the Official
GGazette.

These orders are from time to time collected
and issued as a Classification Bulletin. As
class schedules and definitions are extensively
amended to take care of developments subse-
quent to original ohssnhc‘ltlon, they are repub-
{lshed in amended form in Classification Bul-
etins.

903 C(lassification
903.01 Statutory Authority [R—23]

The statutory authority for establishing and
maintaining a classification is given in the fol-

lowing statute, which states:

35 U.K8.C. 9. Classification of patcnte. The Com-
niissioner may revise and maintain the classification




set forth in the booklet Development and Use
of Patent Classification Systems, which is avail-
able in each Art Unit. Since classification is
the basic tool of every Examiner, this booklet,
particularly as it relates to the present classifi-
cation system, should be carefully studied.

Unofficial subclasses and digests made by
Examiners, if made in accordance with the plan
of classification, could be defined and issued as
“an official part of the classification. See § 905.02
for procedure for ordering patent copies for
use as unofficial cross-references.

Examiners establishing unofficial subclasses
or digests should consult the Patent Classifier
_having jurisdiction of the class to the end that,
when the work is completed, it can be defined
and made official.

. 903.02(a) New and Revised Classes
" [R-23] |

The establishment of new classes or sub-
classes and the revision of old classes are done
under the supervision of a Patent Classifier.

The Classifier performing the reclassification
secures a set of patent copies of the present clas-
sification, by either ordering soft copies or bor-
- rowing the Public Search Room copies. With
these copies, by study and successive groupings,
he develops an arrangement of the patents
which is satisfactory for searching.

The lines marking the confines of the new or
revised class and its subclasses are determined,
and appropriate definitions drawn. Then the
Examiner’s and the Public Search Room’s
copies of the patents included in the new class
are collected, arranged and stamped conform-
ably to the new classification. OMfficial ernea-
references are also prepared and appropriately
stamped.

The patents comprised in the new class are
gqtered upon the numerical and subclass in-

ices.

Notification of the new class or subclass is
published in the Official Gazette, and Supple-
mentary sheets necessary to correct the loose
leaf Manual of Classification are published.

Definitions of all revised classes and sub-
classes are found in the Classification Bulletins.

407-211 O - 70 - 2

' las ic _ considen
Patent Office, the principles followed, and the
reasons why such principles were adopted are

_ ter for Some Added Purpose. The added pur-

~character thereof, but do perfect it for its in-

fication system, stes itisnec»
SAry to analyz organization of the clase
or classes to be included in the search.
The initial analysis should determine which

_one or ones of the several types of subject mat-
ter (manufacture, art, apparatus or starting

material) are contained In the class being
: Furth r, relative to each type of subject mat-
ter, 1t 1s n to consider each of the
various combinations and subcombinations set

Mot-

‘ out below :

Feature Combined with Basic Subj

pose is in excess of the scope of the subject
matter for the class, as defined in the class defi-
nition, e.g., adding a sifter to a stone crusher
which gives the added function of separating
the crushed stone. B

Feature Combined to Perfect the Basic Sub-
ject Matter. Features may be added to the
basic subject matter which do not change the

tended purpose, e.g., an overload release means
tends to perfect a stone crusher by providing
means to stop it on overload and t{nus prevent
ruining the machine. However, this perfect-
ing combined feature adds nothing to the basic
character of the machine.

' Basic Subject Matter. The combination of
features necessary and essential to the funda-
mental character of the subject matter treated,
e.g., a stone crusher requires a minimum num-
ber- of features as essential before it can func-

tion as such. :
Subcombinations Specialized to Basic Sub-

ject Matter. Each type of basic subject matter
may have subcombinations specialized to use
therewith. e.g., the crusing element of a stone

crusher. ;
Subcombinations of General Utility. Each

type of basic subject matter may have sub-
combinations which have utility with other
and different types of subject matter, e.g., the
machine elements of a stone crusher. Subcom-
binations of this character usually are provided
for in some general class so that the Examiner
should determine in each instance where they
are classified.

903.03 Classification of Foreign Pat-
ents [R-26]

Foreign patents are distributed by the Scien-
tific Library to the Examining Groups with
forms 1121 attached. The Examiner should
indicate the proper classification on both the
foreign patent and form 1121,

Rev. 26, Oct. 1970




1S advisory only. ,
torywhere the patexgt.’ is to be placed 1
he Examiner in whose art it is

which ,a‘éop of the fo

of Examiner’s e

urch Room Copies [R-23]

plication in issue becomes a
7azette Branch forwards

' the issue slip and the printed Examiner’s and

apled so that the m
significant < ; is exposed wh
the copy is in the shoe case. NOTE: Since the
Library retains copies of these and other for-
eign patents (See § 901.06(a)), a desired for-

eign patent, known by country and number,
be inspected in the Library or photocopies

Center forwards to the Exam-
ining Groups all United Kingdom, French,
Swiss, German, Japanese and Soviet Union

patents or published applications and only
those other foreign patents or published aﬁph-
cations which do not claim priority elsewhere.
Duplicates from these countries should be re-
tained in the files to comply with the minimum
documentation requirements of the proposed
Patent Cooperation Treaty. ‘
Unnecessary duplicates should be destroyed.
When a partial translation is desired, return
the patent to the Translation Section, Scien-
tific Library, with the word “Title” or “Claim”
or other specific portion indicated thereon.
The Library invites Examiners confronted
with language problems in classifying foreign-
language patents to call upon its translators for

oral language assistance to be provided at the

Examiners’ desks. Examiners are accordingly
encouraged to request this help by contacting
the Translation Section by phone. Examiners
are privileged to ask for specific translators if
they so desire.

Time spent in classifying foreign patents is
allowed in computing an Examiner’s output.
The method used in chnssifying foreign patents
and the assignment of such work among the

Rev. 26, Oct. 1970

sheet of drawing is exposed when

Eed upon to be the present original classifica-

. ‘patents. .

Search Room copies of the patent to the Weekly

Issue Section for stamping and recording of
_the classification of the patent, preparation of

s-references and transmittal to the Exam-
and Search Room on the date of the

r they are so stamped and recorded, the
thographic copies are retained in the re-
tive classes in the Groups and no cha
he classification or the arrangement ofnﬁ

3.05.

' The classification printed m the heading of

ts issued since 1933 cannot always be re-

tion, since this data is obtained from the file
wrapper of the application at time of issue and

~ will not reflect any changes in classification
_ made after the issuance of the patent.

: 90305 Transfer ’o,f U.S. Patents

[R-23]

. The transfer of official copies of U.S. patents,

~ either original or cross-reference, from one

class' or subclass to another requires the ap-
proval of a Classifier.

Examiners must submit to the Documenta-
tion Division all questions of transfer of

~When an Examiner desires to transfer offi-
cial copies of domestic patents to a different
class or subclass, he should have a memoran-
dum list prepared for signature of the Primary

Examiner of the numbers of all patents which

are to be transferred indicating only the class
and subclass into which each is to be placed.
Both originals and properly identified official
cross-references may be included in the same
list and these may involve transfers to or from
any number of different classes or subclasses.
Additional cross-reference copies of any listed
patent may also be requested. This list with the
Examiner's copies of the patents is routed
through any other Group involved for its
prompt approval or comment and is forwarded

to the Documentation Division.

_permitted except as set out in




, cates of those in the Examiners’ rooms, and
 proved by a Patent also render incorrect the official numerical index
class designation Examiner and subclass lists. ; ;

Search Room copies of t nts When it becomes necessary in the course of a

3 umerical patent index and transfer to remove copies from the files in the
,, lists are altered to agree with the new Public Search Room, a dummy a little longer
 Ulassification. When the transfer is not ap- than a patent copy is substituted therefor, and
ffox d, t_he coplesof thé":pa{t,ents; will be re. (tll;g“}dmtlﬁcat_xon cﬁ;&:ﬁ;ﬁ the patents with-
with a notification thereof. ' dure for transferring an entire

Unauthorized transfers render ,tfhe“subcfa:\és ASS belass from one Group to another
_in the Public Search Room no longer dupli-  1s given in the Manual of Clerica Operations.

149 (Page 150 omitted) Rev. 26, Oct. 1970



obtamm

, Umted

of patents and
the class and

_ with the

cate on the marked soft copy the class and

portion marked, is to indi-

sct matter cwemd tlwmbv
subject matter covered by
at determines the original

Only the cors

' ,;"‘be left on the file ﬁnd drawing «

subelass in which it is thought it should be

cross-referenced. Such soft copy should be
forwarded to the Documentation Division
where it will be promptly inspected, the neces-
sary action taken and tge soft copy returned
w lthm two davs of its recexpt

903. 06(a) Dlscovery of ,;New Cross-'

Pﬁtents whlch are useful a

So
search files. See § 905.02. However, if they con-

tain disclosure properly classifiable in an official
subclass, the ‘shou d be given the status of offi-
cial cmss— references in accord.mce w1th § 903.06.

903.07 Classifying aynd, Cross-Refer-
encing at Allow'ance [R-27]

It is the duty of each Primary Examiner to
personally review the classification and cross-
referencing made by his assistants of every ap-
plication passed for issue and to print his full
name on the blue issue classification slip to show
that this review has been made.
Both the blue issue classification shp (PO-
270) and the file wrapper provide spaces for the
full names of the “Assistant Examiner” and
“Primary Examiner.”
- An Examiner with full slgnator) authority

_as a cross reference. The Examiner shoul

ferences may be,
_ found either in the course of a search or from
g ms;)ectxon of the Official quette each week.

t copies nfuy be placed in the Examiner’s
_see that all three e

~any alteration of one enti

 wrapper to be forwarde

_ cation when pasmd for issue.

The Examiner fills out a blue”mue classifica-
tion slip (PO-270) or a salmon sli} (PO-328)
in the case of designs to indicate the class and
subclass in which the patent should be classified
and also the classes in which it should ap g:
certain that all subclasses into which he places
cross-references are still in existence. The
Examiner attaches the blue issue classifica-
tion slip to the inside of the left fold of the file
to the Issue and

Gazette Branch.
The Exammer also enters the classxﬁcatmn

- _appearing on the issue classification slip in the
- space provided on the front of the file and in the

space provided in the stamplnF at the left mar-
gin of the drawing. Care should be exercised to
es of the classification are
ment, particularly after
, for otherwise the
patent will be printed wit "an erroneous clas-
sification or 1mproperly positioned in the Offi-

correct and -in

- cial Gazette.

_ All Examiners are requested to fill in the'
class and subclass on the drawings in large
numerals using as much of the space rovided

_as feasible. In this way the filing of drawings

_prepared. This Supplement is mtended as an

and subsequent retrieval by the Issue and
Gazette Branch will be greatlv aided. See also
§ 1302.10.

The Sup lement to the M’anual of C]asszﬁca-
tion identifies all unofficial subclasses and
digests in all classes (excluding desig
were of record at the time the Supple

lement was

_interim publication only until the Manual of

who acts on an application himself and sends 1t.

to issue should write his full name on the blue
issue slip and stamp and initial the file wrapper
only in the “Primary Examiner” space. A line
should be drawn through the *Assistant Exam-
iner” spaces on both the blue issue slip and the
file wrapper to make it clear that the absence of
an initial or signature in the box was not an
oversight.

The initial classification of pending applica-
tions and the drawings thereof will have been
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Classification can be completely reprinted with
the unofficial subeclasses and digests shown in
their proper rolatmnshlp to their respective
classes.

All examiners must include unofficial subelass
designators on the blue issue slips (P()-270)
at the time of issue when appropriate (exclud-
ing design classes). This applies to both the
original classification and the cross-reference
classification. Any time that a patent is being
issued in or cross-referenced to a subelass con-

Rev. 27, Jan. 1971
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0es no
s, the blue slip should
R designation. It is permissible to plac
multiple copies of a patent into a single set of
unofficial subclasses.

When the original patent is classified in an

unofficial subclass (including the “R” subclass),

file wrapper and the drawing
he alpha designation.
included on the blue
nal classification mu.

, ion for a copy of
a patent in in t :
reference area o - shp and
be identified by class number, alpha characters
DIG and appropriate digest number.

REesuBvissioN

The original classification assignment of an
application may have involved a “borderline”

situation. The file wrapper of such an applica-
“RESUBMIT TO

tion will be stamped,
CLASSIFICATION DIV. , etc.”’y the
~stamp appearing below the Interference Search
box. A “Special” tag should be attached to the
file when resubmitted. Note that there should
" be no resubmission if there is, at the time of
allowance, no longer any doubt or dispute about
the proper classification.

In the case of oversized patents, where only
a minor portion of the disclosure is pertinent
to the subclass in which a cross reference is to
be placed, the Examiner may indicate on the
issue classification slip that a digest of the
patent should be prepared, thus, 74-340 (di-
gest). After the hard copy is printed, the Issue
Section of the Documentation Service Branch
inquires of the Examiner as to which sheets of
the patent should constitute the digest. Where
an official Classification Order affects an appli-
cation already passed to issue, the Documenta-
tion Division makes the necessary changes on
the file wrapper, blue slip, and drawing, if any.
The Clerk of the Examining Group is notified
so that the Serial Register card may be simi-
larly changed.

Applications which already have been sent
to the printer will be classified by the Docu-
mentation Division at the time the patent issues.
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cially transferred to another Group by the

oughout the examination of the case, .
ematic notes should be kept as to cross-
rences needed either due to claimed or un-

_claimed disclosure. Examiners handling related

subject matter should be consulted during

prosecution (whether they handle larger un-
ed combinations or claimed or unclaimed,

but disclosed, subcombinations), and asked if

_ cross-references are needed. A cross-reference
- MUST be provided for all CLAIMED dis-

closure where possible and inserted on the blue
issue classification siip at time of issue.

90307(b) lséuing in Another Exa‘m-

Group Withoutr

”

Iransfer [R-23]

Vhen an Examiner issues a prospective pat-
' he notes

another Examining (roup, he notes
e {»a‘oe provided on the blue issue classifi-
cation slip, in red ink, the class and subclass of

_ the other Group, and in parenthesis the number
of said other Group. (The initials of said other

Primary Examiner must also appear in said
space.)  In the lower left corner, the Examiner
writes his own Gro u:nber in black ink.
(When the patent s, the Documentation
Division will, as a matter of rontine, send the
necessary notices to the Group involved.)
The sending of cases to issue from one Group

and assigning them to classes in another Group .
is restricted to those situations where both Ex-

aminers concur in the proposed classification of .
the patent, which must be shown by the con-
curring Examiner initialing the issue classifica-

_tion slip, or where there has been a ruling by a

Patent Classifier, who must initial the shp.

903.08 Applications: Assighment and
Transfer [R-23]
The Examining (Group to which an applica-

tion is assigned is responsible for its examina-
tion until such time as the application is offi-

Documentation Division.

The Primary Examiners have full authority
to_accept any application submitted to them
that they befieve is properly classifinble in a
class in their Art Unit,

903.08(a) New Applicalions [R-27]

New applications are assigned to the varions
Examining Groups in the first instance by the
Application Braneh,




XAl '
rawing, and serial register

to the appropriate Sups
aminer. The clerks shou

_fore distributing.
1f the Supervisory Primary Examiner de-
cides that the application properly belongs in
his Art Unit, it is processed as a new receipt.
See § 903.08(b). ‘ ~ '

_not permit these cases to remain overnight be-

When a new application is received which,

in the opinion of the Primary Kxaminer, does
not belong to his Group, he may request trans-
fer to another Group. See § 903.08(d).

Form PO-447, “Transfer Request” consists

152.1

13.08(a)

five copiesend is used as a transmittal, Group
ge and notification form.
search in connection with the first ac-

elops art showing proper classification

~elsewhere, the transfer is initiated after a re-
sponse is received from applicant.

BORDERLINE CLASSIFICATION

" The classification assighmént of,an'aypplica-“ '

tion te the proper Examining Group, especially
when there is submission to and assignment by
the Office of Documentation, often involves a.
borderline situation. Classifiers in the Office of
Documentation, when assigning such border-
line cases, will stamp the file wrapper directly
below the interference search box when it 1s

_ their considered opinion that the classification

of such an application should be reconsidered
on allowance. The stamp will indicate which

.~ Documentation Division will reconsider the
case on a “Special” basis, ,

Rev. 27, Jan. 1971



‘ . 1. . Group, he completes form
oludi ryt‘;ll‘?d; Feanie full explanation of the reasons .

lieves an appli

A , o _in the other Group A
sigmed to s Group must b % Vided on the form &
8 oL 180 Al Lxdn . must be included :
e oupern J : (1) Identification of th
: ~ : N e ~ “examinable in anot
(2) Identification of any existing informal

transfer agreement. : ,
(3) Other reasons—with full explanation.
~ The Supervisory Primary Examiner may give
the complete file with form PO-—447 attached,
to his transfer clerk for forwarding by regular
_messenger service, or he may obtain the docket
of register card from the clerk and hand carry the

processing. .

1 903.08(c) Immediate Inspection

_cation file is then turned over to the Clerk for

entire file to the other Group Art Unit.
- If the receiving Examiner agrees to accept
the a plication,nﬁe ‘initials the form PO-447
and the face of the file wrapper. The transfer
1s effected by the cler he Group which ac-
cepts the application by transfer. Application
, . ; Bmgqh isG notified by ﬁ(()l_f)ul(’lg and the for-
. . a3 . warding Group is notified 417 (e). ‘
Transfer Procedure [R-  “Y7'{% other Examiner dues NOT ag)'ree to
- 26] ' , “accept the application within one week of re-
L ~ Sl : ceipt, he indicates his reasons and adds his
TranNsFERs BETWEEN A’é" nrts WITHIN THE - initials on the form PO—H7 in any available
, L S , Pl ' _ space. Where acceptance of an application is
‘Where there is a ‘ fopinion among  refused by the second Group within one week
‘the Supervisory Primary Examiners as to as-  of receipt in the second Group, it may be sub-
ignment within the same Group, the matter 15 mitted to the Documentation Division associ-
~ submitted to the Documentation “Postman” for . ated with the forwarding Group for decision.
resolution. , , _If an application is not refused within the time
' limit, the second Group must keep and examine
L . , the application. e ,
Ir aflslfer o,f]‘und.ocketed a{)‘él d‘)(‘kitea(ll ‘llez" and Transfer inquiry after expiration of the time
amended applications may be requested betweent  period may be made by hand carrying the ap-
G!‘tf)up? via ti}(;ﬁ ffg“h"' mesizn%’i’rlfer :111(;8 (‘S“;“L‘P plication directly to th&e’ second Groupg for pos-
out submiss 0, or approv e ; . it 3 . f
of I)oclunentatinn’.I Hméei[;er,.‘the yfolr“'ayrdipg , ’?;l.)l:ﬁ:;::gfa;:;f ’ iIff iltt :z ::,?f?l[:::ﬂ’ :}11: g::;::z!{ ,
Group must send the application to the receiv- = e Fhotm
ing (Iiroup'with a traInI.sfer request, PO—47, -Group must keep and examine the apf’,l'c“_t‘,"“°, '
within one calendar week of receipt in the for- Transfer of amended applications (any ap-
warding Group. Amended applications must be plication having a response to an action by the
submitted within two weeks of the Group re- Patent Office) may be requested by using the -
ceipt date of the amendment. If an application regular messenger service, if transfer is initi-
ated within two weeks from the Group receipt

is not submitted within the time limit, it must
be classified, assigned and retained in the orig-  date of the response. The procedure for request-
' ing transfer of such an amended application is

inal Group. :

Exceptions to these time limits are: similar to the procedure for requesting transfer
1. All new applications (docketed and un-  of a new case. The time limit for initiating
docketed) transferred to Group 220 purely for ~ transfer of an amended application is two weeks
security reasons. from the Group receipt date of the response.
2. New undocketed applieations which are  The procedure for hand carrying an amended

hand ecarried. application is also similar; if accepted after the

- Transrers Berweex DIFreERENT GROUPS

Rev. 26, Oct. 1970



The question or need for a restriction re-

quirement does not enter into the determination g

of transfer.
 Procepure 15 THE DocUMENTATION Drvis
The Classifier may assign the applicat"ifihf in
accordance with the forwarding Examiner’s
recommen

aite, to some other Group. He writes the ass:igpe:d
class and Group Art Unit numbers and his ini-

tials on the face of the file wrapper and on PO-

447, briefly giving his reasons in the space pro-
vided on the form. : '

Where the change results in assignment of an
application to a class under the jurisdiction of
another Documentation Division, the Classifier
obtains the concurrence and signature on PO-
447 of a Classifier in the other Documentation
Division. = ‘

~ As heretofore, under certain circumstances a
Classifier may, contrary to controlling classifi-
cation rules, assign an application to a class or
Group which in his judgment is better equipped
to examine *he application. This is fully
described in paragraph 6 and 9 of § 903.08(e) ;
see also the last paragraph of § 903.08(a).
Assignment by the Classifier becomes final, and

no transfer should be accepted without the

- Classifier’s initials on the face of the file

wrapper.
RECONSIDERATIONS

The Supervisory Primary Examiner of the
Group Art Unit to which an application is trans-
ferred may request reconsideration provided
that Group Art Unit has not seen the applica-
tion before the transfer, if he believes the
Classifier’s assignment is in error, by briefly
stating his reasons on a new form PO-47 and
sending it with the application to his Docu-
mentation Division. Only one such request will
be accepted. The Classifier having jurisdiction
of the class in which the application is assigned
considers the matter and writes his decision on
PO-447. However, reconsideration may not be
requested by a forwarding Group when an
application is returned by a Classifier for
examination,

Full clerical procedures for transfering ap-
plications are set forth in section 1205 of the
Manual of Clerical Procedure.
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_as the Patent Examiners are confronted with
~an already existin

ons or, when this is not appropri-

_fact should be borne in mind ,]am the
frequently ri‘s{ l;‘:cl:mse ogfnmé
ion. The fact should also be

. kept in view that the Patent Classifiers as well

classification, made up
of newly revised classes, those revised years
ago and which have somewhat outgrown their
definitions and limits, an 1 others made a_
generation ago and nev \ Iso, these
_classes are | on

ne apparently,
all. The Pag):nt. Cls};’ss
existing condition as each appl
u‘g for assignment but must seek to dovetail
the cases into the patchwork and try to get
the applications where they will be best han-
dled. To do this often violates the Patent Clas-
sifier’s views ns to what constitutes a really
proper classification.

1. The a&sianent of applications follows, as
far as possible, the rules or principles govern-
ing the classification of patents. (See the book-
let Development and Use of Patent Classifica-
tion Systems.) : '

2. The most comprehensive claim, that is the
claim to the most extensive combination, gov-
erns, and this is true whether there is only one
such claim and a large number of other claims,
or whether the sets of claims are more evenly
divided. It isregarded as just as vital that one
complex claim be searched and adjudicated by
an Examiner skilled in the art as that a grou;
of such claims be so searched and adjudicated.

3. The claims and statement of invention are
generally taken as they read, since any attempt
of a Patent Classifier to go behind the record
and decide the case upon what is deemed the
“real invention” would, it is believed, introduce
more errors than such action would cure.” The
Patent Classifiers cannot possess the specific
knowledge of the state of the art in all the
classes that the Patent Examiners collectively

ssess. Further, such questions are matters
of merit for the Examiners to determine and
are often open to argument and are subject for
appeal.

4. The location of the 11.S. patents consti-
tuting the prior art is generally controlling
over all else. (Nate: Where time permits, ob-
vious misplacesc atg of the patents constituting
the prior &t are corrected, but to straighten all




6. The Patent Cl
all cases, where t U
ranting 1t, to assign applicatio xam
tion to the Group best able to examine the same.
Since assignment for examinhation on this basis
will at times be contrary to classification of
patents containing the same character of
claims, the Patent Classifiers will indicate the
proper classification of the pate
are allowed. o ;
Thus in cases where there is a claim drawn to

hybrid or mixed subject matter and the Super-

visory Primary Examiner in one discipline
feels that the application requires consideration
by, or may be best examined by, a Group in one
‘of the other technical disciplines, Chemical,

Electrical, or Mechanical, he may submit the ap-

plication to his Patent Classifier who may

assign the application on a “best examinable” |

basis, in accordance with this subsection.
Some examples of applications which may be

thus submitted include: =~~~

(1) An application containing a hybrid
claim wherein, for instance, a product is defined

~ merely in terms of the process for producing it.

See § 705.01(e) (1).
(2) Where an application properly assigned

to a mechanical or electrical class contains at
least. one claim to mixed subject matter, a part -

of which is chemical, the application may be
- assigned to the appropriate chemical Art Unit
for examination; or where the application is
properly assigned to a mechanical class and a
claim therein contains electrical subject matter,
the application may be assigned to the appro-
priate electrical Art Unit for examination.

As indicated earlier, when an application
which had been assigned for examination in ac-
cordance with this subsection ultimately is al-
lowed, it will be classified according to the con-
troling claim. In effect, assignment for exami-
nation may be on a “best examinable” basis, but
the patent will issue and be classified according
to the rules of superiority in classification ; thus,
the search file will have a constant set of rules
governing placement of patents therein.

Where an application is being reassigned
from one examining discipline to another, under
the provisions of this subsection, the Patent
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by an Examiner for action and a requirement

, if such claims

_ rule or principle is involved.
~ placed where, in the judgment of the Patent

- deed, the reasons for or against sending such
- cases one place or another may be so evenly bal-

rtinent to th
the jurisdiction
 art 2. In those cases
wherein the up;;ed iC the reference(s) is
not evident or clear, the first Examiner should
include a brief statement explaining the rela-
tion and possible application of the reference(s)
to the claim(s) ; in case of dispute as to the ne-

claimed features f;li

24y

cessity of this procedure, the Patent Classifier

has power to require the statement. :
7. When an application has been taken up

to restrict is found necessary, a part of the
claims being directed to matter classifiable in
the Group where the case is being examined, an

_action requiring restriction should be made

without seeking a transfer of the case to another
Group. The action of the applicant in response
to the requirement for restriction may result
in making a transfer of the application
unnecessary. o :

8. Ordinarily where all the claims of an ap-
plication are for an article made of a specific
composition or alloy with no other characteris-
tic of the article recited, the application will be
assigned to the composition or alloy class.

9. A class of cases exists in which either no
art or a divided art is found and in which no
(Such cases are

Classifiers they will be best searched and adju-
dicated. It is often impossible to so explain a
decision in this class of cases as to satisfy, or in
any way aid, the Examiners interested. In-

anced that no reason of any value can be given.
10. An Examiner seeking the transfer of a
case may make a search, both of his own class
and the class to which he thinks the case should
be transferred, and the Examiner in charge of
the Art Unit should exhibit the result of such
search to the Office of Documentation. This is
the way the expert knowiedge of the Examiners
involved is utilized.

903.08(f) Patent Classifier’s Decision
[R-23]

A Classifier in a Documentation Division de-
cides the question of the proper classification
of the application, and either (1) returns the
application to the Group which submitted it if
he denied the transfer request, or (2) forwards
the application to the Group to which it is
transferred.
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filing date, it should be tre ¢
Examiner, Art Unit, or Group to which it is
transferred. Sae§708.01.~ - '

- 903.09 Internatiohéi Classlﬁcauon of

action by an Exam

Patents for Inveptiojis [R-

23] | ,.
The Council of Europe and the International
 Bureau for the Protection of Industrial Prop-
erty (BIRPI), have promulgated an Interna-
tional Classification of Patents for rentions
(abbreviated “Int. C1.”). The full Int. Cl. des-
ignation must be placed in the indicated space

on the blue issue classification slip (form PO-
270) when an application is passed to issue.

Basic INTERNATIONAL CLASSIFICATION
~ STRUCTURE ,

An overall picture of the International
Classification System breakdown is as follows:
Section o , ,
Subsection
Class
Subclass
Group
Subgroup '
This can be graphically illustrated thus:

Class Subclass

\Ao'lb‘//,m/iﬁ

Group Subgroup
Section—Subsection ‘ ~

Section

The International Classification is divided

into the following main sections bearing capital
letters A through H, and then, into subsections
(without any designating symbol) :
A. Human necessities:
Subsections: Agriculture
Foodstuffs and tobacco
Personal and domestic
articles
Health and amusement

Rev. 26, Oct. 1970

‘extiles and flexible
materials not other-
__ wise provided for
[ ~ Paper
_ E. Fixed constructions:
Subsections: Building
F. Mechanics, lighting, and heating:
~ Subsections: Engines and pumps
Engineering in general
~ Lighting and heating

- H. Eléi:tricity:, o
, Subsection: Electricity

Class L ; ,

Each section or subsection is divided into

~ classes which are designated by a two digit

number following the section designation.
Example: =~ L
A01—Agriculture; Forestry; Animal Hus-
' bandry: Hunting; Trapping; Fish-
ing .. .
Subclass (Corresponding to U.S. Class)
‘Each class is divided into subclasses which
are designated by a lower case letter. '
Example: - o
A01b—Soil working in agriculture or
forestry. o
Group (Corresponding to U.S. Mainline Sub-
class) , :
Each subclass is divided into units referred
to as groups which are identified by a number
to the left of a diagonal slash and 00 to the
right thereof. o

~ Example:

A01b 1/00 Hand tools

Subgroups (Corresponding to U.S. Indented

Subclasses) :

Groups may be divided into subgroups which
are designated by a number to the right of the
diagonal slash.

Example:
A01b 1/02—spades; shovels

154.2




whole and
__ constituent parts.
. A Selectivty'~mbﬂlasscs (Corres
__ Class) . .
_In the International Classification there ofte

belass providing for the inherent na
ure or function of the invention, an
9. a subelass for its intended field of use.

_ Préference must be given to the intended ﬁé]d

of use unless the invention is clearly specially

adapted to a particular intrinsic function for
which a class exists. The classifier must decide
whether the invention is specially adapted to
_one field of use, or whether it is applicable to
more than one particular field. It may, of course,
_be desirable to clmify'the invention in both
places (intrinsic function and intended field of

se) ; especially when the choice of a single
place rests on the classifier’s opinion rather

than on fact. More detailed treatment of this

problem may be found in paragraphs 20, 21 in
the “Forward and Guide” in Volume 1 of the

Int. CL

B. Select'z'ny Groups (Corresponding to U.S.

Mainline Subclasses) o ~

There are no firm rules of hierarchy. Fre-
quently, there will be two or more groups which
seem equally relevant, requiring a choice be-
tween them or classification in more than one
group. Contrary to U.S. practice, in which the
more comprehensive subject matter appears
first in the schedule, in the Int. Cl, these ii-
ventions may be found in the lower part of the
schedule. :

C. Selecting Subgroups ( Correspohding to U.S.

Indented Subclasses) ,

‘An invention should be classified in the lowest
(most indented) subgroup which is compre-
hensive to embrace all essential features of the

invention.

U.S.—INTERNATIONAL CLASSIFICATION
CONCORDANCE

The Office of Search Systems and Documen-
tation has prepared a concordance between the

_about five years.

. 8 Asindicated above the International Clas-

] and subclasses and the International
Classification. It is well recognized that the
systems are conceptually different; the
system being based primarily on structure

_and function while the International Classifi-
cation is primarily industry and profession ori-

ented. With this in mind, it will be seen that
a complete one to one concordance between the
two systems cannot be attained. The concord-
ce then must be recognized as a guide to be

d in conjunction with the International
tion Manual, and not as a translation

list. An indication on the concordance may re-
fer to only one relevant group, and not neces-
sarily the only group in which the patent can

or should be classified. :

It is further recognized that the concordance
may be incomplete In some areas and contain
errors in other areas. Therefore, if corrections

~ need to be made in the concordance, the Exam-

ining Corps is requested to report any suggested
changes to the Administrator, Office of Search
Systems and Documentation, Room 2-8A11.
Continuing revision is envisaged to improve
the International Classification system and to
take account of technical development. A for-
mal adoption of modifications, however, is not
expected to take place at shorter intervals than

GENERAL

1. International Classification will be placed
on all issuing applications and Defensive Pub-
lication documents. : " o ‘
~ 2. Each person involved in placing Interna-
tional Classification on patents should read
pages ix to xxxiii in the front of Velume 1 of
the International Classification of Patents
Manual.

sification of Patents of the issuing application
should be placed on the blue issue classification
slip (Form PO-270) in the space headed “In-
ternational Classification.”

4. It is required that one International Clas-
sification and no more than three (3) be placed
on all eases. It is required that the full elabo-
ration be designated (e.g. AOlc 5/00).

Rev. 26, Oct. 1970




horough rstan

d and claimed in the
arches the prior ¢ di
other printed doc

in

reference.” , ,, ~f

e first search should be such t. :

~_ aminer need not ordinarily make a second search
_of the prior art, unless necessitated by amend-

ments to the claims b}{' the applicant in the first
__response, except to check to determine whether
any reference which would agpear to be sub-
stantially more pertinent than the prior art cited
in the first Office action has become available

subsequent to the initial prior art search. It
should cover the invention as described and

claim
tow

It should not be extende
material variants. '

, including the inventive concepts
which the claims appear to be directed.

904.01 Analysis of Claims [R-24]

The breadth of the claims in the application
should always be carefully noted; that is, the
Examiner should be fully aware of what the

claims do not call for, as well as what they do:

uire. There is always danger of reading

req
into the claim limitations imported from the

specification or drawing.

904.01(a) Variant Embodiments
Within Scope of Claim

Substantially every claim includes within its
breadth or scope of l(Yeﬁnition one or more vari-
ant embodiments not disclosed by applicant,
which would anticipate the terms of the defini-

tion. The claim must be so analyzed and

understood that any such variant encotntered
during the search will be recognized and
selected.

In each type of subject matter capable of
such treatment (e.g., a machine or other ap-
paratus), the subject matter as defined by the
claim may be sketched in order to clearly
delineate the limitations of the claim. Two or
more sketches, each of which is as divergent
from the particular disclosure as is permitted
by claim recitation, will assist the Examiner in
determining the claim’s actual breadth or scope.
However, an applicant will not be required to
submit such sketches of claim structure (In re
Application filed November 16, 1945. 1951
C.D. 1; 646 O.G. 5).

352-764 0—70~——"5

merely to add im-

_is the patentable
tter as defined in

ecifically different
t?:c claim, must be

col de .
9040 (c) Analogous Arts [R-24]
Not only must the art be searched with which

the invention claimed is classifiable, but also all
analogous arts regardless of where classified.

* The determination .of when arts are analo-

gous is at times difficult. It depends upon the
necessary essential function or utility of the
subject matter covered by the claims, and not

~_upon what it is called.

For example, a tea mixer and a concrete

_mixer are for the same art, namely, the mixing

art, this being the necessary function of each.
Similarly a brick cutting machine and a biscuit
cutting machine have the same necessary

“function.

904.01(d) Outlining Field of Search
- [R-24]
In outlining a field of search the Examiner
should note every class and subclass that may
have material pertinent to the subject matter as
claimed. Every subclass and digest pertinent
to each type cf invention claimed should be
listed, from the largest combination through
the various subcombinations to the most ele-
mentary part. The search should extend to all

- probable areas relevant to the claimed subject

matter and should cover the disclosed features
which might reasonably be expected to be
claimed, ' - ,
The following should be kept in mind: (a)
that a combination reference is necessary to
reject a claim drawn to an old or exhausted
combination, (b) that a combination reference
is valuable as a basic reference where elements
thereof may be varied by substituting equiva-
lent elements of a secondary reference, (?3 that
a convincing aid to a rejection on the ground
of old combination is the citation of references
showing the subcombinations to have been al-
ready recognized as having practical and more
general utility, (d) that combination claims
can be shown unpatentable by combininig sepa-
rately classifi subcombinational elements
where reasons can be given for holding ob-
viousness in forming the combination, and (e)
that in the rejection of a claim on the ground
of aggregation. the citation of references show-
ing the individual utility of the elements ma
hetter prove that the aggregative structure is
no more than the sum o g:featummownby
the several elemental patents.
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s also endorsed and in

 In subsequent actions, if further
made, notation of the additional fiel

wrapper. .

90402 nductmg the Search [R-

It is a prerequisite to a speedy and just de-
on of the issues involved in the ex-
f an application that a careful and
comprehensive search, commensurate with the
aring in the most detailed

termination
amination o

limitations ap

claims in the case, be made in preparing the first

action on the merits so that the second action on
the merits can be made final or the application

allowed with no further searching other than to
update the original search. It is normally not

. enough that references be selected to meet only

the terms of the claims alone, ially if onl
broad claims are presented; g ut the searec.
should, insofar as possible, also cover all sub-
ject matter which the Examiner reasonabl
anticipates might be incorporated into appli-
cant’s amendment. A complete search should
result if applicant included, at the time of filing,
claims varying from the broadest to which he
believes he is entitled to the most detailed that
he would be willing to accept. .
Tt thus results t%\at the Examiner finds ref-

erences that, while not needed for treating the
claims before him, would be useful for fore-
stalling the possible presentation of claims to

other subject matter regarded by applicant as
his invention, and claimah'e with the subject
matter being currently cl.. med, but shown to
be old by these references.
In selecting the references to be cited the Ex-
aminer should carefully compare the references
with one another and with the applicant’s dis-
closure to avoid the citation of an unnecessary
number. The Examiner is not called upon to
cite all the references that may be available,
but only the “best.” (Rule 106.{ Multiplying
references, any one of which is as good as, but
no better than, the others, adds to the burden
and cost of prosecution, and should therefore
be avoided. However, if doubt exists as to
the inclusion of a reference, it is better to err in
citing too much art rather than too little.

The best reference should always be the one
used. Sometimes the best reference wiil have a

Rev. 24, Apr. 1670

ate less than a year er
: nteil!‘xlmcextm be open to
ule 131. In these cases,
rence exists which cannot be so
) \d which, though inferior, is an ade-
s basis for rejection, the claims should be
In all references considered, including non-
patent, foreign patents and domestic patents,
the Examiner should study the specification or

> description sufficiently to determine the full
 value of the reference disclosure rela,tive to the

claimed or claimable subject matter.
905 Miscellancous |
90501 | Photkocopy Orders [R-24]

P'atén‘tsy and/or applications received from

‘Germany since October 1, 1968 and from Japan,
France and U.S.S.R. since July 1, 1969 are not

_in numerical sequence. Inasmuch as the Patent
_ Office supplies orders for copies of these foreign

documents from master microfilm reels made
up on weekly or other periodic publishing
sequences, all orders must include the country,
patent or application number, and the publica-
tion date (1f known) of the ordered document.
Reference should be made to §901.05(a)
to assist in determining the publication date of
the commonly encountered foreign patents and
ap]{lications. :

All orders for photocopies on PO-250 orig-
inating in the Examining Groups must be au-
thorized by an Examiner having full or partial
signatory authority in the box headed “PRI-
MARY EXAMINER (Signature)”. The
stamped name of the authorizing Examiner will

be indication of authority for Reproduction

Section.

Handwritten signatures should not
be used. ' : . ~

905.02 Soft Copy Orders [R-24]

Soft copies may be ordered on PO-14 by the
Examiner for his use. These orders are filled
by employees of Patent Copy Sales Branch.
N‘; employees other than those assigned to this
Branch have access to the files of printed
copies of patents. In emergency cases, orders
may be taken to the Chief of the Branch whose
approval thereof, if given, will insure immedi-
ate filling of said orders.

UppaTing oF UnorFrician, PATENT LisTINGS

All unofficial patent copies in Official sub-
classes and Digests have heen recorded as of the
summer of 1969. In order that each search file
be complete as to unefficial patent copies at the
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time of converting ,

card files, it is necessary ficia
iateix):: rmpyigbmx{uently added to the search
e be recorded, . ~
Therefore, when ordering unofficial patent

) be placed in the search file the Exam-
_iner should indicate the intended classification
designation of the patent on form PO-14 “Ex-

_copies to

aminer’s Order for Soft Copy™ under the head- of suc .
. ~the Art Unit indicated. If ordered by phone,
~the Examiner may appear at the Record Room

‘ing “NOTES".
he Group clerical staff should forward the
completed

and in turn forward the PO-14s to the Patent
Copy Sales Branch. ' '
Should the “NOTES” space of form PO-14
be blank upon receipt by Documentation, it will
be assumed that the Examiner does not wish the
patent to be recorded. '

Because of the cost of printing copies of
_patents, economy should be exercised in their
use. No soft copies should, however, be returned
to Pat]ent Copy Sales Branch by Examiners.
[R27 , ﬁ

905.03 Orders for Patented and Aban-
doned Files [R-22]

In the examination of an application it is

sometimes necessary to inspect the application
papers of some previouslv abandoned applica-

tion or granted patent. This is always true in
the case of a reissue application.

Patented and abandoned files may be ob-
tained in the Record Room and Abandoned
File Unit respectively, by filing out Charge
Form (PO-125), and leaving this Form with

the clerk in charge. The file should be promptly .

returned when the Examiner has finished with
it. Where a patented file is needed for the pur-

of reissue or interference, this information
should be given to the Record Room upon ob-
taining the file,and as soon as theze matters have
been disposed of, the file should be returned to
the Record Room. :

When an interference is declared bhetween a
patent and an application and the interference
is forwarded to the Board of Patent Interfer-
ences, the clerk in charge of the Record Room
should be informed in order that the charge
may be changed and the location of the file
known at all times.

Examiners may expedite service in obtaining
abandoned files and patented files by ordering
them by telephone.

When ordering a patented file from the Rec-
ord Room, the name of the person ordering the
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_ rather than the Seri

0-14s to the Administrator of
Documentation who will record the patent
number and intended classification designation

‘they should be routed across the appropriate

 file should appear on the Form PO-125. It is
_important that the Pa

t Number be stated
mber of the applica-
the patent. An Ex-

tion which matured

_aminer ordering a patented file should also place

his Art Unit number on the Form. If the nota-
ton “HOLD?" is marked on the Form PO-125
the case will be held at the Record Room and in
the absence of such notation it will be sent to

to complete the Form PO-125 and to pick up
the file or he may request the delivery of the file
by regular Office Messenger Service, If the need
for the file is not urgent, Examiner time may be
saved by sending a Form PO-125, completed in

~the manner indicated above, to the Record Room

by regular Office Messenger Service. The file
will be delivered by the same Messenger Serv-

_ice to the Art Unit indicated on the form or it
- will be held at the Record Room only if so re-

quested on the Form. , ‘

Patent Copy Sales Branch has charge of the
drawings in patented cases. Canceled sheets
however, are not retained with the patented
drawings but are filed with the “Abandoned
Files and Drawings.” : o

905.04 Marking Examiners’ Copies of
Patents

‘When the EXamin_ers' copies §f ﬁé’tents are
sent to their respective Art Uhnits to be filed,

Examiners’ desks prior to placement in_the
shoes. The Assistant Examiners who examined
the application should mark in ink on the face
of the drawings, or the specifications where
there are no drawings. such features as may be
deemed advantageous in aiding understanding
of the patents in %uture searches.

905.05 Charge for Pending Applica-
tion Files [R-22]

Whenever an application file is temporarily

removed from the Group or Branch having
jurisdiction thereof Charge Form PO-125
must be completed, and left with the clerk in
charge.
- Whenever a file is removed from the Group
application file rack for use by an Examiner
assigned to that Group, but not having jurisdic-
tion of that file, cardboard Form OF-25 should
be inserted in place of the borrowed file.

All files should be returned promptly to their
proper location.
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