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matter and. ;he;r ling dates are close enough
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_reasonable nossibility

,,to ﬁle is not the first

greatest
clsed both in the search for mterfenng apph-
cations and

r tion as to whether an mterference shoql be'

against the apphcahon
_sidered

_unless such a c}afm is made prior to one. yeay fr
the date on which the patent was granted

determining the quesuon of prlo ity
tween two or more parties claimi
. same patentame invention and may.
-soon as it 1s determined that common
ject matter claimed in a plurality. of app’soatxom

__orinan applxcatxon and a patent:

(b) An interference will be declared between pend-
ing applications for patent, or for reissue; of different
parties when such applicatlons contain claims for sub-
stantially. the same invention, which are al!mble in
the application of each party, and interferences will
also be declared between pending applications for pat- =
ent, or for reissue, und unexpired original or reissued
patents, of different parties, when such apphcatmm
and patents contain claims for substantially thf same
invention which are allowable in all of the applica-
tions involved, in accordance with the provisions of
these rules.

(c) Interferences will not be declared nor contin-
ued, between applications or .applications and patents
owned by the same party unless good cause is shown
therefor. The parties shall make known any and all
right, title and interest affecting the ownership of
any application or patent involved or essential to the
proceedings, not recorded in the Patent Office, when
an interference is ‘declared, and of changes iz such
right, title, or interest, made after the declaration of
the interference and before the expiration of the time
prescribed for seeking .review of the decision in the
interference.

1101

Preliminaries to an Interference

[R-23]

An interference is often an_expensive apd
time-consuming proceeding. Yet, it is neces-
sary to determine priority w hen two applicants
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Rims, should be con-
or possible interference.

estion of the propriety of initiating
an interference in any given case is affected by
so many factors that a discussion of them here
is impracticable. Some circumstances which
render an interference unnecessary are herein-
after noted, but each instance must be carefully
considered it serious errors are to he avoided.

In determining whether an interference ex-

ists a claim should be given the broadest inter-
pretntmn which jt reasonably will support,

bearing in mind the following geneml prmm-

ples:

(a) The
strained.

(b) Express limitations in the claim should
not be ignored nor should limitations be read
therein to meet the exlgencws of a partlcular
situation.

(¢) The doctrme of eqmv'tlen!a which is,
applicable in questions of patentability is not

mterpretatlon shou]d ‘not  bhe

applicable in interferences, i.e., no application

should be placed in interference unless it dis-

_closes clearly the structure called for by the

count and the fact that it discloses equlv'llent

structure is no ground for pl'lcmn 1t in inter-

ference.
(d) Before a claim (unless it is a patented
claim) is made the count of an interference
it should be allowable and in good form. No
pending claim which is indefinite, ambiguous.
or otherwise defective should be made the count
of an interference.
(e) A claim copied from a patent, if am-
bignous, should be interpreted in the light of
the patent in which it originated.
(f) Since interference between cases having
4 common assignee is not normalh mmtuted
the cases must be submitted to the .\%mnment
Branch for a title report. Note: Title searches
are automatically made only when the Issue Fee
is paid.

(g) If doubts exist as to whether thez‘e 1s an
interference, an interference should not be

declared.

the determination of the ques:.




- pending ap ther
more than 3 months in the effective filing dates
of the oldest and next oldest applications, in the
case of inventions of a simple character, or a
difference of more than 6 months in the effective

filing dates of the a{)p]ications‘- in other cases,
situations, as determined

except in exceptiona

and approved by the Group Director. If an in-

terference is declared, all applications having
“the same interfering subject matter should be
- included. R ,

- Before taking any steps {ooking to the for-
mation of an interference; it is very essential
that the Examiner make certain that each of
the prospective parties is claiming the same

patentable invention and that the claims that

are to constitute the counts of the interference
are clearly readable upon the disclosure of each
party and allowable in ench application.

It is to be noted that while the claims of two

or more arp]icnnts,may vary in scope and in
immaterial details, yet if directed to the same
invention, an interference exists. But mere dis-
closure by an applicant of an invention which
he is not claiming does not afford a ground for
suggesting to that applicant claims for the said
invention copied from another applicstion that
is claiming tEe invention. The intention of the
parties to claim the same patentable invention,
as expressed in the summary of the invention or
elsewhere in the disclosure, or in the claims, is
an essential in every instance. '
When the subject matter found to be allow-

in another application, but the claims therein
to such subject matter are either nonelected or
subject to election, the question of interference
should be considered. The requirement of Rule
201(b) that the conflicting applications shall
contain claims for substantiaﬁy the same in-
vention which are allowable in each application
should be interpreted as meaning generally
that the conflicting claimed subject matter 1s
sufficiently supported in each application and
is patentable to each applicant over the prior
art. The statutory requirement of first inven-
torship is of transcendent importance and

_inventions I and I ) .
__ restriction is made, Examiner discovers another

be declared between
is a difference of

able in one application is disclosed and claimed

situations where

tion toward insti-

itin fes . .
A. Application filed with claims to divisible
fore action requiring

case having allowed claims to invention I.

 The situation is not altered by the fact that
_a requirement for restriction had actually been
_made but had not been responded to.
_ the situation materially different if an election

or is

of noninterfering subject matter had been

made without traverse but no action given on

the merits of the elected invention.

~B. Application filed with claims to divisible

inventions I and II and in response fo a re- -
irement for restriction, applicant traverses

u
axe,same and elects invention I. Examiner

gives an action on the merits of I. Examiner
subsequently finds an application to another
containing allewed claims to invention II and
which is ready for issue. . e
The situation is not altered by the fact that
the election is made without traverse and the

- nonelected claims possibly. cancelled.

C. Application filed with generic claims and
claimed species a, b, ¢, d, and e. Generic claims
rejected and election of a single species re-
quired. Applicant elects species n, but contin-
ues to ur, aﬂowabi]ity of generic claims. Ex-

' aminer finds another application claiming spe-

cies b which is rendy for issue. S
The allowability of generic claims in the

- first case is not a condition precedent to set-

ing up interference,

D. Application filed with generic claims and
claims to five species and other species disclosed
but not specifically claimed. Examiner finds
another application the disclosure and claims
of which are restricted to one of the unclaimed
species and have been found allowable.

- The prosecution of generic claims is taken as
indicative of an intention to cover all species
disclosed which come under the generic claim.
In all the ahove situations, the applicant has
shown an intention to claim the subject matter
which is actually being claimed in another ap-
plication. These are to be distinguished from
situations where a distinct invention is claimed
in one application but merely disclosed in an-
other application without evidence of an in-
tent to claim the same. The question of inter-
ference should not be considered in the latter
instance. However, if the application disclos-
ing but not claiming the invention is senior,
and the junior application is ready for issue,
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 signed to differen
Group where the cont
wouid be claSSIﬁed

nterfermg c
ropriate transfer of one
. After termination

rther transfer may ‘be

‘upon the outcome.

Common Ownerslnp
[R-27]

Where apphcatlons by dlﬂerent inventors bnt' :

nership claim the same subject

of com
ect matter that is not patentab!v

' "c""therebetween is normally not

instituted since there is no conflict of interest.
Elimination of conflicting claims from all ex-
cept one case § ally be required, Rule
78(b). The common assignee must determine
the application in which the conflicting claims
are properly placed. Treatment by re]ectvon
is set forth in §804.03. ,
~ I1. Where an interference with a third party
is found to exist, the owner should be required

h one of the applzcatmns shall be

placed in interference.
ver a common assignee of applications
ntors is called upon to eliminate

conflicting claims from all except one applica-

tion under the provisions of Rule 78(b), a copy
of the Office action making this requirement
must be sent directly. to each of the applicants.

- Whenever a common assignee is required un-
der Rule 201(c) to elect one of the conflicting
applications owned by him for purpose of inter-

ference with a third party. a copy of the Office

action making this requirement must be sent to

the applicants in each of the commonly assigned

applications.

1101.01(¢) The Interference Search
[R-23]

The search for interfering applications must
not be limited to the elass or subelass in which
it is classifiec, but must be extended to all classes
in or out of the Examining Group which it has
been necessary to search in the examination of
the application,

Moreover, the possibility of the existence of

Rev. 27, Jan. 1971

'me’zly , however, be
h

s that two or more ap-
the same ion and

make a record‘ of the possible .
on the face of the file wrapper in the
_ reserved for class ”nd subclass desx

wrapper
give any |

_ spect their ow

ppli
the date or 1denm} of 4 supposedly ‘interfer-
ing application.  Serial numbers or filing dates

of conflicting app]:catlons must never be placed

upon drawings or file wrappers A book of
“Prospective Interferences” should be main-
tained containing complete data concerning
possible interferences and the page and line of
this book should be referred to on the respective
file wrappers or drawings. For future refer-
ence, this book may include notes as to why
prospective interferences Were not declared.
In determining whether an interference ex-
ists, the Pumarv Examiner must decide the
question. The Patent Interference Examiner
consulted to obtain his advice.
e Group Director should be consulted if it
is believed that the circumstances justify an
interference between applications nelther of
which is ready for allowan , L

1101 01 (d) Correspo dence Under
Rule 202 [R—23] '

Corxespondenr-e under Rule 202 may be
necessary but is seldom required under present
practice.
Rule 202. Preparation for. interference betwween ap-
plications ;. preliminary inguiry. of  junior applicant.
In order to. ascertain whether any question of pri-
ority arises between applications which appear to in-
terfere and are otherwise ready. to be prepared for
interference, any junior applicant may be ‘called upon
to state in writing under oath or declaration the date
and the character of the earliest fact or act, susceptible
of proof, which ean be relied upon to establish concep-
tion of the Invention under consideration for the pur-
pose of establishing priority of Invention. The state-
ment filed in compliance with this rule will be retained
by the Patent Office separate from the application file
and if an interference is declared wili be opened simul-
taneously with the preliminary statement of the party
filing the same. In case the junior applicant makes no
reply within the time specified, not less than thirty




INTERFERENCE

‘ days, orklf the earliest date alleged is'sﬁﬁmuenf to the

filing date of the semior party, the interference ordi-

narily will not be declared.

Under Rule 202 the Commlssmner may re-
quire an;appli_cant;iunior to another applicant

to state in writing under oath or by making a
declaration, the date and the character of the

166.1

1161.01(d)

earliest fact or act, susceptible of proof, which

can be relied upon to establish conception of the

» . .

invention under consideration. Such affidavit or
declaration does not become a part of the record
in the application, nor does any correspondence
relative thereto. The affidavit or declaration,
however, will become a part of the interference
record, if an interference is formed.

Rev. 23, Jan. 1970



> rule 202 corespondence and in.

uent treatment of tl ses involved
von to the follm\ ing noints:
of the exammer to fo called
onference should be given as indicated
e form. o
thejapp]ica

tions, if A

(3) If an npp]lmtmn is a dstron or con-
tinuation of an earlier one. this f'u't should be
stated.

tion for the conﬂlctmg subject matter.
(4) If two or more applications are owned
by the same assignee. or are presented by the
same attorney, it should be so stated.

(5) Only ‘the broadest claim proposed for |

interference or. if various aspects of an inven-
tion are claimed. the broadest claim to each
feature, need be identified but if the claims are
not present in either of the applications. a pro-
posed count should be set out in this letter.

(6) Any other points which have a bearing
on the declamtlon of the interference should be
stated

(7) Amendments or other papers filed in
cases held by the associate solicitor bearing on

the question of interference should be promptlv

forwarded to him.
(8) Letters of submission should be in
duplicate.

1101.01(f) Correspondence Under
Rule 202, Not an Action
on the Case

Correspondence under rule 202 is not an
action on the case. Hence. it cannot serve to
extend the statutory period if the case is await-
ing action by the applicant.

Correspondence Under
Rule 202, When and
When Not Needed [R-
23]

After July 1, 1964, correspondence under
rule 202 was greatly curtailed since interfer-
ences between pending applications with more
than six months difference in effective filing

1101.01 (g)

167

party under Rule 202 fails to antedate the fil-

If it is a_continuation-in-part, this g date of the senior applicant, the associate

~ should be indicated along with a statement
whether or not the application is entitled to the
benefit of the filing date of the earlier applica-

_establish th.tt he had conceived the claimed m-

110L016)

gabes were not to be declared unless approved

he Commxsswne

l .01 (h) Correspondence Under
 Rule 202, Approval or
Disapproval by Associate
Solicitor [R—-28]

licitor will s amp the letters
r either “Approved” or “Dis-
se may require, and return

\pproved 2
the examining grou

the carbon vop\? t

If the earliest date alleged by t Sm junior

solicitor disapproves the proposed interference
nd the examiner then follows the procedure
) in the next section. When a “Disap-
tter is returned to the examining
group it is accompanied by a note to be at-

tached to the senior party’s case requesting the =

Issue and: (Gazette Branch to return the case to
the associate solicitor after the notice of allow-
ance is sent. .

Where the junior party, as required by rule
202, states under oath or declaration a date of a
fact or an act. susceptible of proof, which wounld

vention prior to the filing date of the senior
‘tpplxcant the associate solicitor approves the
I’xaminer’s proposal to suggest claims and the
Examiner may then proceed with the prepara-
tion of the ‘ases for interference.

SeaLIN G S'r ATEMENT

\Vhen an mrerference is to be declared in-

volving applications which had previously been

submitted to the associate solicitor for corre-
spondence under rule 202, before forwarding
the files to the Board of Datent Interferences,
the Examiner should ascertain from the associ-
ate solicitor if any such statement has been filed
and, if so, get this statement and forward it with
the files.
The oath or declaration under rule 202 be-
comes a part of the interference file in contra-
distinction to the application file as in the case
of an affidavit or declaration under rule 131 or
rule 204 but, like them, is subject to inspection
on the opening of the preliminary statements.
When the formation of an interference be-
tween two parties is necessary, all other appli-
cants claiming the contested invention should
be placed in the interference irr--pective of
their filing dates or of any dates alleged under
rule 202, provided there is no stat.tory bar to
the allowance of the claims in the other appli-
cations,

Rev. 28, Apr. 1971
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" in his affidavit or decla

 , "1,101~01'(i)

If the earliest date : eged by agnnior party

on un

_ fails to overcome the filing dat ,
__party and if the interference is not to be de-

red (note that an interference might be
necessary for other reasons), the senior party’'s

“application will be sent to issue as speedily as
possible and the conflicting claims of the junior
~ applicant will be rejected on the patent when
granted. A shortened period for response may be

set in the senior party’s ease. (See § 71().(’9-2{!3).)' :

. After the senior applicant’s application has
been passed for issue, the application is sent
 tothe associate solicitor by the Issue and Gazette
Branch in accordance with a note to that effect
attached to the application and he writes a
letter to that applicant urging him to promptl
pay the issue fee, this being done to the en
that prosecution of the junior application may
be promptly resumed, the senior party’s dis-
_ closure then being available as prior art in
treating the claims of the junior application.
The examiner may make a supplemental action
on the junior applicant’s case when the senior
applicant’s patent issues. - L

INTERIM PROCEDURE

following:
- Where a junior party after correspondence
under rule 202 fails to overcome the filing date
of the senior party, the examiner when he
reaches the case for action will write a letter
substantially as follows:

In view of rule 202, action on this case (or
on claims 1, 2, 4. etc., indicating the conflict-
ing claims and claims not patentable over the
senior party’s case) is suspended for six
months to determine whether an interference
will be declared (unless these claims are can-
celed). At the end of the six months appli-
cant should call up the case for action. ‘

The letter should include the usual action on
the remaining claims in the case, indicating
what, if any, claims are allowable.

Rev. 28, Apr. 1971

der rule 202 x g (
of the senior  not be permitted to remain indefinitely among

_ the files in the examining group. ﬁ

~ given on other claims, it is necessary for the ap-

In the meantime the junior party’s applica-
tion will be treated in accordance with the

If, at the end of the first six months’ suspen-

ance within the next six months and the only

~ was suspended. then the interference should be
“declared. :

168

niner's letter is a suspension of
entire case, the case should be
exami calendar at the date

| marking the end of the six months period and
~ on the docket clerk’s cards and, if appiicant

does not call up the case, the Examiner should
do so unless the senior party’s patent will scon
issue, since there is no period for response run-
_ning against the applicant and the case should

_ It sometimes happens that the application of
the junior party 1s not amended and nothing
else accurs to bring it to the attention of the
examiner, and that the patent to the senior
arty issues and is not promptly cited to the
junior party. This works an unnecessary hard-
ship upon the junior applicant and the Office

~should make every effort to give him action in

view of this reference at the earliest possible
date. To this end, the examiner should kee

informed as to the progress of the senior appli-
cation and cite the patent with appropriate

comment to the junior applicant immediately
after its issue. r

If, at the end of the six months’ susnension.
it appears likely that the senior application will
be passed to issue within the next six months,
action on the conflicting claims and claims not
patentable over the senior party’s case should
again be suspended for a period of six months,
Of course. if the first suspension was directed
to certain claims only and the usual action was

plicant to make such response as is required to
the action on the other claims. ‘

sion, there is no likelihood of the senior party's
application being put in condition for allow-

unsettled question in the junior party’s case is
the disposition of the claims on which action

If the junior application is in issue when the
interference is discovered and, in correspond-
ence under rule 202, the junior applicant fails
to make the date of the senior party, the junior
application should be withdrawn from issue
(see “Letter Forms Used in Interferences,”
§ 1112.04) and a letter sent informing him that

the interfering claim or claims and claims not
- patentable over the senior party’s case cannot




k- tions, it;ié not. possi g'for all a

'203. Preparation for interjeience between ap-
suggestion of claims for interference.  (a)
declaration of interference, it must be de-

r that there is common

_Claims in the same language, to form the counts
erference, must be present or be presented, in
ation ; except that, in cases where, owing to
of the disclosures in the respective applica-
~ sai cations to preperly
_ipclude & claim in £ ES :
‘common invention, an interfer ay be declared,
with the approva! of the Commissioner, using as 8
count representing the interfering subject matiter o
claim differing from the corresponding claims of one
or miore of the interfering applications by an imma-
terial limitation or variation. - :
. (b). When the claims of two or more applications
differ in phraseology, but relate to substantially the
ble subject matter, the examiner shall,
it sen determined that an interference should
be declared, suggest to the parties such claims as are

language. The parties to whom the claims are sug-
gested will be required to make those claims (1. e, pre-

amendment) within a specified time, not less than 30

""The fallure or refusal of any applicant to make any
_clairs suggested within the time specified, shali be
taken without furcher action as a disclaimer of: the

extended. e '

ference will not stay the period for response to an
Office action which may be running against an appli-
cation, unless the claims are made by the applicant
within the time specified for making the claims,

(d) When an applicant presents a claim in his ap-
plication . (not ‘suggested by the examiner as specified :

in this rule) which is copled from some other appli-

cation, either for purpose of interference or otherwise,

he must 8o state, at the time he presents the clalm and
fdentify the other application.

- Although the subject of suggesting claims is
treated in detail at this point 1n the discussion
of a prospective interference between applica-
tions, scme of the practice here outlined is also
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- portance, and failure to

_ necessary

_error in finding support in all applications if

necessary to cover the common invention in the same

sent the  suggested cinims -in their spplications by “

‘days, 'In order that an interference may be declared.:

invention. covered by that claim unless the time be

(¢) The suggestion of claims for purpo‘se_ofymtér- :

‘after ternination of the interference.

wise, proper claims muast
- all of the parties.

) noted at this point that if an
_claim from another appli-

uggestion by the Examiner,

res him to “so state, at the

applicant copi
cation without
Rule 203(d) req

time he ;;lpesents‘,”t’he claim and identify the

other application.” - L
- The question of what claims to suggest to the
interfering applications is one of great im-
, ; st such claims as
will define clearly the matter in issue leads to
confusion and to prolongation of the contest.

 'While it is much to be desired that the claims
~ suggested (which are to form the issue of the

interference) should be claims already present

~in one or the other of the applications, yet if

claims cannot be found in the applications
which satisfactorily express the issue it may be

to frame a claim or claims reading on

all t%:2 applications and clearly expressing the

inter‘fering subject matter and suggest it or
them to ail parties. Whether selecting a claim
already presented or framing one for suggestion
to all parties, the Examiner should keep in mind
that where one application has a less detailed
disclosure than others there is less chance for

language is selected from the application with
the less detailed disclosure. :

It is not necessary that all the claims of each
party that read on the other party's case be
suggested. The counts of the 1ssue should be

representative claims and should be materiaily
different. - Stated another way, the difference

prior art, and should have a significant offect
in the subject matter involved. In general, the
broadest patentable claim which is allowable

1n each case should be used as the interference

count and additional claims should not be sug-
gested unless they meet the foregoing test as
to material difference. In determining the
broadest patentable count the Examiner should
avoid the use of specific language which im-
poses an unnecessary limitation. Claims not
patentably different from counts of the issue are
rejected in the application of the defeated party

“The claims to form the issue of the interfer-
ence are suggested to all parties who have not
already made those claims.

Where necessitated by the respective dis-
closures, one or more applications may be in-
volved on a claim which differs from that of
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between counts should be one not taught by the



the a mgf)roml of the

In such

tall in swtlon ,

natify each of said principal pnrt

- to the attenticn of the Commissioner.
interests exist, the same attorney or agent or his asso-
ciates will not be recognized to represent either of the

parties whose interests are in conflict _without the

consent of the other party or in the absence of special
circumstauces requiring representation, in fur-
atent Office involving the

"appllcatton or vhich the conflict-

- ﬁt;ﬁ tion hould be given to both ;img
‘ab t tim ims are s:fgeaed even thou

uggested to only one party. Nota-
tion of the persons to wham this letter is mailed

should be made on all copies. (See section
1112.08.) The attention of the Commissioner

ed to the fact that two conﬂxcarﬁ S

same attorney until an actu

 notifying the
- explained in section 1102.01.

At the same txme that the claims are sug-
gested an action is made on each of the applica-
tions that are up for action by the Examiner,
whether they be new or amended cases. In this

g ossible motions under Rule 231(a) (2)

3) may be forestalled. That is, the action
on the new or amended case may bring to light
patentable claims that should be included as
counts of the mterference, and, on the other
hand, the rejection of unpatentable claims will
serve to indicate to the opposing parties the
position of the Examiner with respect to such
claims.

The Examiner is required to inform each
applicant when the interference is declared
what claims in his application are unpatentable
over the issue. There would seem to be no ob-
jection to. and many adv'mta,qee In, giving this
information when suggesting claims.

Where in a letter suggesting claims to an
applicant for interference. the Examiner states
that none of the claims in the case is patentable
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attorney
or agent of this yfact and shall also call the matter
If conflicting

set up and then it is done by
Examiner of Interferences as ‘, -

1101 Ol(l) Suggesuon of Claims, Ac-', _
_ tion To Be Made at Time

limit for making the claims extends beyond the

- month shoriened statutory period) and even

170

llOl 01 (m) Sugeetmn of ﬂmms,
Time Limit Set for Mak-

ing Suggested Claims
- [R=20]

Where claims are suggested for mterfenence,

a limited Eerlod determined by the Examiner,
not fess than 30 days, is set for reply
section 710. 02(0)

Should any one of the applicants fail to
‘make the claim or claims suggested to him,
within the time specified, all his claims not pat-
entable thereover are rejected on the ground
that he has disclaimed tgne invention to which
they are directed. If apphcan makes the ~
gested claims later they will be _rejected on t e
same ground unless the delay is satlsfactonly
explained. (See section 706 03(u) )

1161.01(n) Suggeshon of Claims,
Suggested Claims Made
After Period for Re-
sponse Running Against
Case [R-20] ‘
Ifsu eﬁgwted claims are made within the time
specified for making the claims, the applicant

- may ignore other outstanding rejections in the
__ application.

Even if claims are suggested in
‘an application near the end of the period for
responss running against the case, and the time

end of the Fenod such claims will be admitted
if filed within the time limit even though out-
side the period for response (usually a three

though no amendment was made responsive to
the Office action outstanding against the case
at the time of suggesting the claims. No por-
tion of the case is abandoned provided the ap-
plicant makes the suggested claims within the
time specified. However, if the suggested ciaims
are not thus made within the specified time, the
case becomes abandoned in the absence of a -
responsive amendment filed within the period
for response. See Rule 203(c).

1101.01(0) Suggestion of Claims,
Application in Issue or in
Interference

An applieation will not be withdrawn from
issue for the purpose of suggesting claims for
an interference. When an application is pend-




Group Director.
not copied in tl
 be necessary to

e purpose of re-

suggested claims a
pplication in issue, it
withdraw it from issue
ecting other claims on :
resulting from the failu py the suggested
claims, using form at §1112.04,
_When the Examiner suggests one or more

__claims appearing in a case m'lssnehto an appli-

~ hose case is pending before
~in issue will not be withdrawn f
of interference unless ‘

im, the case

claim is suggested, s

is paid during the time in which the suggested
be taken
to prevent the issue fee from being applied,

claims may be made, proper steps may

he Examiner should borrow the allowed ap
plication from the Issue and Gazette Bra
and hold the file until the claims are made

the time limit expires. This aveids any pos-
atent

sible issuance of the application as a
should the issue fee be paid. To further insure
against the issuance of the application, the

Examiner may pencil in the blank space labeled
“PDate paid” in the lower right-hand corner of

the file wrapper the initialled request: “Defer

for interference.” The issue fee is not applied

to such an application until the following pro-
cedureiscarried out. '

‘When notified that the issue fee has been re-
ceived, the Examiner shall prepare a memo to

the Issue and Gazette Branch requesting that
issue of the patent be deferred for a period of
three months due to a possible interference.
This allows a period of two months to complete
any action needed. At the end of this two
month period, the application must either he
released to the Issue and Gazette Branch or be
withdrawn from issue, using form at § 1112,04.

‘When an application is found having claims
to be suggested to other applications already
involved in interference, to form another inter-
ference, the Primary Examiner borrows the last.

e implied disclaimer

2 .served by the qmnnt, whkich collectively swould prima

f the Board of Patent Interferences by leaving
& charge card. In case the application is to be
idded to the existing interference, the Pri-
xaminer need only send the application
(illustrated in §1112.05)

_ properly filled out as to the additional applica-

nd identifying the interference, to the
terference Examiner who will take
propriate action. Also see § ,1‘106.02.

1.02 WithaPatent [R-25]
Rules 204 205 and 208 quoted below deal
with interference involving patents.

Rule 204. Interference with a_patent; affidavit or
declaration by junior applicant. (a) The fact that one

__of the parties has already obtained a patent will not

_ prevent an interference. Although the Commissioner
~__has no power to cancel
. patent for th
~interference, prov

patent, he may grant another
ntion to a person who, in the
] himself to be the prior inventor.
(b) When the effective filing date of an applicant
s thre ntk less subsequent to the effective
filing date of a patentee, the applicant, before the in-
terference will be declared, shall file an afidavit or

_declaration that he made the invention in controversy

in this country before the effective flling date of the
patentee, or that his acts in this country with respect
to the invention were sufficient to establish priority of

invention relative to the effective filing date of the

patentee. s : e ; ;
(¢) When the effective filing date of an applicant is

more than three months subsequent to the effective -
filing date of the patentee, the applicant, before the in-
terference will be declared, shall file two coples of affi-

 davits or declarations by himself, if possible, and by one
~or more corrohorating witnesses, supported by documen-

tary evidence if available, each setting cut a factual
description of acts and circumstances performed or ob-

facie entitle him to an award of priority with respect to
the effective filing date of the patent. This showing must
be accompanied by an explanation of the basis on which
he believes that the facts set forth would overcome the
effective filing date of the patent. Failure to satisfy the
provisions of this rule may result in summary judg-
ment against the applicant under. rule 228. Upon a
showing of sufficient cause, an affidavit or declaration
on information and belief as to the expected testimony
of a witness whose testimony is necessary to overcome
the filing date of the patent may be accepted in lieu of
an affidavit or declaration by such witness. If the ex-
aminer finds the case to be otherwise in condition for
the declaration of an interference he will consider this

17 Rev. 25, July 1970




Most interferences ,

patents have the exact patent ¢

~ As a patentee may not alt

cept by reissue) an applicant

or more claims of the patent or a ¢

~responding substantially to a claim of ¢
ent and differing therefrom by an imm

variation or by the exclusion of an immaterial
limitation to invoke an interference as stated in

be used as the count of the interference and it
suld be indicated that the claim in the appli-

cation corresponds substantially to the inter-

ferencecommt. =~ =~ . .

~ Examples of the practice outlined in the

~ preeedxng paragraph:

NT Cramas A Range oF 10 10 90,°
%i:cation discloses a range of 20 to 80,
‘being no distinction in substance between
w0 ranges, :
pplication may be permitted to copy the pat-
claim, modifying it by substituting his

) ]tq 80 for the range of 10 to 90 in
claim. '

Rule 205(a), either because of lack of support

in the application for the omitted limitation, or  act
j by a showing as set out in the

ple of the latter might be where
mitted by the applicant demon-
‘fz:bes,tgfoofs;do: not satisfy the
ion. This practice is less re-

that which was followed priorto
Rule 205(a) in its present form.

, tent claim is modified, the count
of the interference should be the broader claim
as between the patentee and the applicant.
Thus, if an immaterial limitation is excluded,
the count of the interference should be a copy
of the modified patent claim as made in the
application following the practice as explained

in Bonine v. Bliss, 1919 C.D. 75: 265 O.G. 306.

It has been found that the practice set forth
in Ex parte Card and Card, 112 O.G. 499, 1904
C.D. 383, does not adequately take care of all
~ situations where there is an interference in fact
between a patent and an application but there
are obstacles to the applicant making the exact
patent claim.
In those cases where the claim of the patent
contains an immaterial limitation which can
be wholly eliminated or suitably modified so as
to broaden the claim, the practice set forth in
Ex parte Card and Card should continue to be
followed. ' '

A. APPLICATION DISCLOSURE NAR-
ROWER THAN PATENT CLAIM

In some cases, the disclosure in the appli-
cation, although for the same generic inven-
tion in fact as the patent claim, is somewhat
narrower than the claim of the patent. Under
such circumstances, the applicant should be
permitted to copy the claim of the patent
as exactly as possible, modifying it only by
substituting language based upon his own nar-
rower disclosnre for the limitation in the patent
claim which he can not make. In declaring
the interference, the exact patent ¢laim should
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__count.

IL Patent Crams A‘MAR;’K?‘I‘J‘BB‘GRO&PVOF‘ 6

ent claim, modifying it by substituting his
~ 5-member group for the 6-member group in
_the patent claim. :

~responds substantially to the inter

in ed that the claim in the application
corresponds substantially to the interference

Application discloses a Markush group of 5
of the same 6 members, there being no distine-

tion in substance between the two groups.
- Applicant may be permitted to copy the pat-

Interference should be declared with the ex-
ct patent claim as the count and. it should be
ndicated that the claim in the apflication cor-
erence count.
B. APPLICATION DISCLOSURE
BROADER THAN PATENT CLAIM

In some cases, the disclosure in the applica-
tion, although for the same invention in fact
as the patent claim, is somewhat broader than
the claim of the patent. Under such circum-
stances, if the applicant presents a correspond-
ing broader claim and makes a satisfactory
showing, as by asserting that his best evidence
lies outside the exact limit of the patent claim,
in declaring the interference, the application
claim should be used as the count of the inter-
ference and it should be indicated on form PO-
850 thiat the count is a modification of the patent
claim, If in presenting such a broader claim, the
applicant has not made a showing, he should be
required to either make a showing in jnstifica-
tion of excluding a limitation of the patent claim
or to copy the exact patent claim. If the appli-
cant then presents a satisfactory showing, the
application claim is nsed as the count of the
interference as explained above. If the appli-
cant copies the exact patent claim, the patent




factory ing,
mitt tof'sﬁb;gigm
based npon his slig
places tat

__pate im. In redeclaring the inte

 the application claim is used as the cou

~ interference and it is indicated in the redeclara-

,f"tion.g:‘;)et's that the claim in the patent is

o modi

Examples of the pr’ﬁcticé outlined in the pre-

ceding paragraph:
L. Patent CrLarMs A RANGE oF 20 1o 80.

" ,Ap%leicationfdiscloses, a range of 10 to 90,
there being no distinction in substance between
h :

[ 9 :
makes a satisfactory showing of the necessity
s including the ran of 10 to 20
. and 80 to 90 in the interference count, the inter-
ference may be declared having as a count the
patent claim modified by substituting his ran
of 10 to 90 for the range of 20 to 80 in the
patent claim. Rule 205(a).

Similarly, the applicant may seek such sub-

stitution after the interference is declared on
the exact patent claim by ﬁling a motion to
substitute a count with the broade

ported by a similar showing. ,
~ In either case where the application claim is
accepted as a count, it should be indicated in
the interference notices and declaration sheet
that the count is a modification of the patent
claim. o :
If the applicant elects to copy the exact patent
claim, the interference should be declared with
the patent claim as the count.

I1. Patext Craims A Margvsa GrovUPp oF 5
MEeMBERS. - e

members, including the 5 claimed in the pat-
ent, there being no distinction in substance be-
tween the two groups.
If there is a satisfactory showing, the inter-
ference is declared with the application claim
having the 6-member group as the count and it
should be indicated that the count is a modifica-
tion of the patent claim.
In the absence of a showing, or if the appli-
cant elects to copy the exact patent claim, the

172.1

e corresponding ,,lir'x‘\itat,ionﬂin the

- B, above.

- seeking interference the applicant
‘treated by the sa

T range sup-

Application discloses o Markush group of 6

. 1101.02
should be declared with the patent
‘with a motion to substi

a satisfactory showing o
nl‘ig the sixth member
e

count, he may be permitted
nt claim modified by substi-
up for the 5-member

‘be redeclared with the
claim as the count and it should be

that the count is a modification of

laim,

C. APPLICATION DISCLOSURE BROAD-

ER IN SOME ASPECTS AND NAR-
ROWER IN SOME ASPECTS THAN
PATENT CLAIMS o

Sc-mecases may ‘ixiclude aspects of both A and

Such cases shonld be,,lap{wopriately
neral’ p’rincip,&s outlined

above. G
Examples of cases involving mixed aspects:

I Patest Crarys a Raxce or 10 10 80.

Application discloses a range of 20 to 90,

 there being no distinction in substance between

the two ranges. ~
(a) The applicant may be permitted to pre-

sent a claim which includes the range of 20-90,

and the interference should be declared with a

__count covering the range of 10-90, and it should

be indicated that the count is a “phantom” count
by writing the word “phantom™ beside the num-
ber of the patent claim and the application
claim on form PO-850. In such circumstances,
the Examiner must attach a copy of the count

~ to the form PO-850. 4

(b) If the applicant presents a claim which

_includes the range 20-80, the interference should

be declared with the exact patent claim as the
count and it should be indicated that the claim
in the application corresponds substantially to
the interference count. However, the applicant
may subsequently, if a satisfactory showing is
made, move under Rule 231 to substitute a count
which additionally includes the range of 80-90.

- Upon the granting of such a motion, the inter-

ference is redeclared with a count covering the
range of 10-90 and the word “phantom” ap-
pears beside the number of both the patent claim
and the application claim on the notice of
redeclaration. ‘ i o
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p
atent, th
. tmctmn in substance betweer

and it should be mdlcat
~application corresponds
__interference count.
H(memr, if the :
to the six members ’
initially be dec
a“phantom count incl )
~of all 7 members claim
closed in the application ar
cated on form PO-850 b
beside the number of the
- and application claims.
must lly)e attached to form
(b) If the interference i
exact patent claim as the count, the applicant

may subsequently, if a satlsf.u'ton showing is-

made, move under Rule 231 to sub«s‘txtute a count

which includes the 6 member group whmh he

discloses.

‘ The interference is redeclared with a phan-
tom” count including a Markush group of all
7 members claimed in the patent and disclosed
in the application and this should be indicated

~in the decision on motion by calling atrention

- to the fact that the count is a “phanton.” rount.

_ The redeclaration papers will have the word
,f,"phanmm next to the number of the corre-
nding claim. Care should be taken to be sure

that the corresponding application claim con-

tains only the 6 member group dx-r!rﬁed in the

.1p lication.

is eount is established only fnr interfer-
ence purposes and thus provides a situation
which does not restrict either party as to any
testimony or exhibits offered as to the disclosed
members included in the count. Such a “phan-
tom” count is only for interference purposes

and cannot otherwise appear as a «laim in either

of the cases since it has no basis therein.  Fur-
ther, such a “phantom” count must b patentable
over the prior art,

The practice outlined above should be re-
stricted to situations where the inventions
claimed in the patent and disclosed in the
application are clearly the same, :0 that there
i truly an interference in fact.

BTy Y

of the patent claim.

that the darm in the
ubstantm!]v to the

t hw, a r*an den
losed in his a{;phcatmn,
ared with

“section 1101.02(f).

" from patent.

lnwfamm declared or redechred in ac-
: f‘eordm mth this pmetwe should be mbmltted

copwd identically, the'ta e ‘
in form PO-850 (see sections 1 0291(3) and
1112.05(a) ) should be formulated on the basxs i

of the principles set out belo

(1) Where the applicati

immaterial limitation or oth

corresponding patent claim, in
(modified), Fmod) or (m) besz(le thc number

(2) ‘'Where the apphcatlon clalm is narrower
than the corresponding patent claim, indicate
by writing (substantially}, (subst.) or (8) be-
side the number of the application claim.

(3) Where the application claim is broadened
in at least one respect but is narrower in another

_ respect than the corresponding patent claim, a

phantom” count, to be the issue astotheclaims =~

_concerned, must be drafted incorporating the

broadest expressions from both claims and must
be mdxcate({ by writing (phantom), (phant.) or
( F) beside the number of both correspondmg
claims. In this case a copy of the “phantom
count must be attached to the form. ~
The result of (1) and (2) will be that any
count, other than a  phantom count, will be iden-
tical to the claims in the cases besrde it on form
PO-850 having no indicator. G
For re;ectnon of copxed patent claxms see

terference wzth [ pama copymg claima .
{a) Before an interterence will be de-
clared with a patent, the applicant must present in his
application, c-om of all the claims of the patent which
also define his invention and such claims must be
patentabie in the application. However, an interfer-
ence may be declared after copying the claims exclug-
ing an immaterial limitation or variation if such
immaterial iimitation or variation fs not clearly sup- -
ported in the application or if the applicant otherwise

Rule ”01

“makes a satisfactory showing in justification thereof.

(b) Where an applicant -presents a claim copied or
substantially copied from a patent, he must, at the
time he presents the claim, identify the patent, give
the number of the patented claim, and specifically
apply the terms of the copied claim ‘to his own . dis-
closure, unless the claim is copied in response to a
snggestion by the Office. . The examiner will call to the
Commissioner's attention any instance «f the filing of
an application or the presentation of an amendment
copying or substantially copying claims from a patent
without calling attention to that fact and identifying
the patent. :

Rule 206, Interference with a palent; claims improgp-
crly ecopicd.  {(a2) Where e¢laimp are copied from a
patent and the examiner is of the opinion that the
applicant can mwake only some of the claims so copied,

Rev. 22, Get. 1960



ceed under

be set for

~ appeal. Failure to respond or appeal, as the,t‘:a’bé,,kgnay
_be, within the time fixed will in the 1bsence of a satis-

 factory showing, be deemed a disclaimer of the inven- -

_tion claimed. ;
- When an interference with a patent 1

posed. it should be ascertained before any steps

are taken whether there is common owne
A title report must be placed in both the a
cation and the paten when the papers
an interference betw: application an

 patent are forwarded. To this end the Exam-

__ iner, before initiating an interference involving

_ a patent, should refer both the application and
the patented file to the Assignment Branch for : !
b : _affidavit or declaration that he made the inven-
tion prior to the filing date of the patent, even

~ notation as to ownership.
~ Parent 15 DreFerent Grove

_ Where élaims are copied from a pateﬁj\i clas-
sified in ziother Group, the propriety of de-

claring the interference (if any) is decided by
and the interference is declared by the Group
where the copied claims would be elassi-

fied. In such a case. it may be necessary to
transfer the application, including the draw-
ings, temporarily to the Group which will
declare the interference. A print of the draw-
ings should be made and filed in the Group
originally having jurisdiction of the applica-
tion in place of the original drawings. When
claims are copied from a plurality of patents
classified in different Groups, the question
of which Group should declare the interfer-
ences should he resolved by agreement be-
tween the Examiners of the Groups con-
cerned, possibly in consultation with the
Directorsinvolved.

1101.02(a) Copying Claims From a
Patent [R-22]

A large proportion of interferences with a
patent arise through the initiative of an appli-
cant in copying claims of a patent which has
come to his attention through citation in an
Office action or otherwise.

If, in copying a claim from a patent an
error is introduced by the applicant, the Ex-
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u“igffthé' same

thoul L
ence. The practice set forth hereinbelow ap-

patent and a pending

not. l’“p monly assigned. If
on assignment, a rejection as
n 305 should be made if an
e to claim in the pending applica-
_invention as is claimed in the

plies when an
application are
there 1s a ¢

pa claiming the sam
eing claimed in an application can |
oligh inferference pro

ate of the applica- ;

nis to that of the paten edﬁ?phcatibn.
no affidavit or declaration is required. =~
If the effective filing date of the applicant is

t:iree months or less later than that of the pat-

ented application, the applicant must submit an

ugh there was copendency between the two

pplications, Rule 204(b). The affidavit or

the applicant. See section 715.04.

If the effective filing date of the applicant is
more than three months later than that of the
patented application, the applicant is required
by Rule 204(¢) to submit a showing by affi-

~davits or declarations including at least one by
a corroborating witness. and documentarv ex-

hibits setting forth acts and circumstances which
if proven by testimony taken in due course
would provide sufficient basis for an award of
priority to him with respect to the effective filing
date of the patent application. In connection
with a requirement for a showing under Rule
204 (b) or (¢), or in examining such a showing
submitted voluntarily, the Examiner must de-
termine whether or not the patentee is entitled to
the filing date of an earlier domestic or foreign
application. A determination that a divisional
or continuation relationship is acknowledged in
the heading of the patent is sufficient for this
purpose as to a parent application thus men-
tioned. In the case of a foreign application
this determination will not be made unless
the necessary papers (Rule 55(b)) are already
of record in the file, including a sworn trans-
lation of the foreign application if it is not in
the English language. Where the benefit of
snehi earlier applieation is then accorded the

eclaration mayv be made by persons other than




atentee, this fact should be noted on the form ; |

~ PO-850 and will be stated in the notices of
interference . . .
The Examiner will examine the showing
determine whether it includes the two copi

_of affidavits or declarations and exhibits and is
accompanied by an explanation of the perti-
ired by the rule.
If ' the affidavits,
declarations, or exhibits are omitted, the Exam- .

nency of the showing as req
_duplicate copies of any

iner will ,notit{;ezhe applicant of such omission
“and state that because of it the application can-
~ not be f rded for declaration of the inter-
ference.

174.1

- and the copied ciaims rejected on the
~with a time limit for response under Rule 203.
If such an aliegation is present and the inter-

Lack of an explanation should be
treated similarly except that if there are ac-

1101.02(a)
companying remarks, with the amendment or in
a separate paper, which appear to be an ex-
lanation their sufficiency should not be ques-
oned. A period of twenty days should be set
within which to correct the omission.

 The substance of the showing will be con-

sidered by the Examiner only to the extent of
determining it includes an allegation relat-

‘ing to 2 ‘at least one date prior to the
_effective ate of the patentee. Absent

such a date, the deficiency should be pointed out
atent

ference is otherwise proper, the Examiner will

]
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fuse to accept the showing an the ,
claimsonthepatent. =~ ==

If the filing date of the patent precedes the
filing date of the application and the patent is
not a statutory bar against the %g]icatiOn," the
c}llaims‘of the fp]_ﬂication should be rejected on

uld be included in the rejection that

t cannot be overcome by an affidavit
claration under Rule 131 but only through
rference proceedings. Note, however, 35
C. 135, 2d par. and section 1101.02(f). If

 If it appears that the applicant
the same invention as is claimed in
t and that the applicant is able to
or more claims of the patent, a state-

1101.02(a) |

time limit for response should be set under
Ruleﬁgs . fﬁd Ll

licants, 1n preparing afhaavi aeciara-
tions under Rule 204(c) to secure interference
contests with patentees whose filing dates ante-

_ date their own by more than three months,

should have in mind the provisions of Rule 228,

and especially the following facts:
1. That after these affidavits are forwarded

by the Primary Examiner for the declaration

of an interference they will be examined by a

 Board of Patent Interferences.

2. If the affidavits fail to establish with ade-

quate corroboration acts and circumstances
- which would prima facie entitle applicant to an

3. Additio
_ order will not

award of priority relative to the effective filing
date of the patentee, an order will be issued con-
currently with the notice of interference, requir-
ing applicant to show cause why summary
judgment should not be rendered against him.
affidavits in response to such

showing under the provisions of Rule 228, and
if the applicant responds the patentee will re-

ceive from the applicant a copy of the response

(Rule 247) and from the Patent Office a copy of

the original showing (Rule 228), and will be

‘entitled to present his views with respect

the applicant controverts this statement and

presents an affidavit or declaration under Rule

131, the case should be consi special, one
__claim of the patent which the applicant clearly

can make should be selected. and an action
should be made refusing to accept the affidavit
or declaration under Rule 131 and requiring the
applicant to make theSelected claim as well as
any other claims of the patent which he believes
find support in his application. If necessary, the
applicant should be required to file the affidavit
or declaration and showing required by Rule
204. In making this requirement, where appli-
cable, the applicant should be notified of the
fact that the patentee has been accorded an
earlier effective filing date by virtue of a patent
or foreign application. A time limit for response
should be set under Rule 203. In any case where
an applicant attempts to overcome a patent by
means of affidavit or declaration under Rule
131, even though the Examiner has not made
a rejection on the ground that the same inven-
tion is claimed in the patent, the claims of the
patent should be examined and, if applicant is
claiming the same invention as is claimed in the
patent and can make one or more of claims of
the patent, the affidavit or declaration under
Rule 131 should bhe refused, and an action such
as outlined in the preceding part of this para-
graph should be made. If necessary, the require-
ments of Rule 204 should be specified and a

thereto.
Interferences that all affidavits submitted must
describe acts which the affiants performed or
observed or circumstances observed, such as
structure used and results of use or test, except

~on a proper showing as provided in Rule 204(c¢).
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Statements of conclusion, for example, that the
invention of the counts was reduced to practice.
are generally considered to be not acceptable.
It should also be kept in mind that documentary
exhibits are not self-proving and require ex-
planation by an affiant having direct knowledge
of the matters involved. However, it is not nec-
essary that the exact date of conception or re-
duction to practice be revealed in the affidavits
or exhibits if the aflidavits aver observation of
the necessary acts and facts, including documen-
tation when available, before the patentee’s
effective filing date. On the other hand, where
reliance is placed upon diligence, the affidavits
and documentation should be precise as to dates
from a date just prior to patentee’s effective
filing date.
The showing should relate to the essential
factors in the determination of the question of
priority of invention as set out in 35 USC
102(¢).

5. The explanation required by Rule 204(c)
should be in the nature of a brief or explana-
tory remarks accompanying an amendment, and
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dered unless justified by a

4. It is t,h'e" sition of the Board of Patent -




uirements ¢

Foan ap lication cl
entably different from clai in a p
- ent, which discloses the same subject matte
that disclosed in the application but which ha
a filing date later than the filing date of the
_ application, so that a distinct patent could be
granted to the applicant without interference
proceedings, the patent should be only cited to
the applicant. Thus, it is left to the applicant
to determine whether he wishes to and can
copy the claims of the patent ,

1101 .02 (¢) Copying Clanms From a
Patent, Difference Be-

tween Copying Patent

Claims and Suggesting

- Claims of an Apphcauon
[R-22]

The practice of an applicant copymg claims
from a patent differs from the practice of sug-
gestmg claims for a prospectne interference
involving only applications in the followmg
respects:

1) No correspondence under Rule 202 is
conducted with a junior applicant who is to
become involved in an interference with a pat-
ent but, instead, an affidavit or declaration under
Rule 204 is reqmred

(2) When a question of possible interfer-
ence with a patent arises, the patent should be
cited, whereas no information concerning the
source of the claim should be revealed when
a claim is suggested for a prospective inter-
ference involving only applications,
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'cl nmssuggest
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t my dxﬂ'erpfrom ghe p
. an immaterial limi ;
ich the applicant can not make or upon
factory showmg (Rule 205(a) ), whereas
r an interference between
normally be identical though
its an exception with the ap-

pmval of the ommlqsmner

,1101 02(d) Copylng Claims From a’

Patent, Copied Patent
Clalms Not Identified

y or agent presents a claim
ntially copied from a patent
w1thout indicating its origin he may be deemed

to be seeking, obvmusly 1mproper]y, to obtain
a claim or claims to which the applicant is not

If an "at‘té ‘

entitled under the law without an mterferenoe,‘ F

or the Examiner may be led into making
action. differen ,,from what ‘he would a\e"

made had he been in

to “call to the Commissioner’s attention any

instance of the filing of an application or the
presentation of an amendment copying or sub-

stantially copying claims from a patent with-
out calling attention to the fact and 1dent1fy
ing the patent.” ,

1101 02(e) Copymg Clanns From a
Patent, Making of Patent
Claims Not a Response to
Last Office Action

The making of claims from a patent when
not required by the Office does not constitute a
response to the last Oﬂice action and does not
operate to stay the running of the statutory pe-
riod dating from the unanswered Office action.

The declaration of an interference based on
such claims before the expiration of the stat-
utory period, by operation of Rule 212 stays
the running of the statutory period. .

- 1101.02(f) Copying Claims From a

Patent, Rejection of
Copied Patent Claims
[R-22]

RerectioNn Nor APPLICABLE TO PATENT

When claims from a patent are made, the
application is taken up at once and the Exam-
iner may reject such claims in the application
if the ground of rejection is not also applica-
ble in the case of the patent. Examples of

ion of all the facts.
" Rule 205(b) therefore requires the Examiner




or substantially the :
claim of an issued ; L
any application unless such a cla

prior to one year from the date on which the

patent was granted.” ,

It should be noted that an applicant is per-

 mitted to copy a patent claim outside the year

_period if he has been claiming substantially
the same subject matter within the year limit.
See Thompson v. Hamilton, 1946 C.D.
USPQ 161; In re Frey, 1950 C.D
99; Andrews v. Wickenden,

- USPQ 27; In re Tanke et al,
102 USPQ 93 ; Emerson v. Beac
103 USPQ 45; Rieser v. Wil )
233, Stalego et al. v. Haymes et a

As is pointed out"'in”Ru e

. than one claim is,coﬁ'gdffi*dm a patent, and

the Examiner holds t

at one or more of them

~_are not patentable to applicant and at least

one other is, the Examiner should at once initi-

ate the interference on the claim or claims con-

~ sidered patentable to applicant, rejecting the

~ others, leaving it to appﬁcant to proceed under

Rule 231(a) (2) in the event that he does not

acquiesce in the Examiner’s ruling as to the
rejected claims. .

Where all the claims copied from a patent

_are rejected on a ground not applicable to the

patentee the Examiner sets a time limit for
reply, not less than thirty days, and all subse-

quent actions, including action of the Board

. on appeal, are special in order that the inter-
ference may be declared as promptly as pos-
sible. Failure to respond or appeal. as the
case may be, within the time fixed, will, in the
absence of a satisfactory showing, be deemed a
disclaimer of the invention claimed.
. While the time limit for an appeal from the
final rejection of a copied patent claim is usu-
ally set under the previsions of Rule 206, where
the remainder of the case is ready for final
_action, it may be advisable to set a shortened
~ statutory
ance with Rule 136. ‘

The distinction between a limited time for
reply under Rule 206 and a shortened statutory
period under Rule 136 should not be lost sight
of. The penalty resulting from failure to reply

the claim or claims involved, on the doctrine of
disclaimer, and this is appeaiable; while failure
to respond within the set statutory period (Rule

. other, the limited period set for the response -

eriod for the entire case in accord-

within the time limit under Rule 206 is loss of

176.1

. . 1101.02(f)

) results in abandonment of the entire ap-
ion. That is not appealable. Further, a
response after the time limit set in ac-

_ cordance with Rule 206 may be entered by the
Examiner, if the delay is satisfactorily ex-

plained (except that the approval of the Com-
missioner is required where the situation de-

scribed in the next 'pamFm'ph below exists) ;but
~_one day late under Ru
what the excuse, results in abandonment. How-

136 period, no matter

ever, if asked for in advance, one extension of
either period may be granted by the Examiner,
provided that extension does not go beyond the

_six month statutory period.

. Corp OvuTsipE TiME Lor

_iere a patent claim is Isuig&sted to an
icant by the Examiner for the purpose of

_ establishing an interference and is not copied

_within the time limit set or a reasonable ex-
tension thereof, an amendment presenting it

£y
_ thereafter will not be entered without the ap-

proval of the Commissioner. :
__The rejection of copird patent claims some-

. times creates a situation where two different

periods for response are running against the
application—one, the statutory period dating
from the last full action on the case; the

to the rejection (either first or final) of the
patent claims. This condition should be
avoided where possible as by setting a short-
ened period for the entire case, but where un-
avoidable, it should be emphasized in the Ex-
aminer’s letter. :

In this connection it is to be noted that a reply
to a rejection or an appeal from the final rejec-
tion of the patent claims will not stay the run-
ning of the regular statutory period if there is
an unanswered Office action in the case at the
time of reply or appeal, nor does such reply or
appeal relieve the Examiner from the duty of
acting on the case if it is up for action, when
reached in its regular order.

Where an Office action is such as requires the
setting of a time limit for response to or ap-
peal from that action or a portion thereof, the
Examiner should note at the end of the letter
the date when the time limit period ends and
also the date when the statutory period ends.
See § 710.04. ,

REJECTION APPLICABLE TO PATENT AND
APPLICATION

If the ground of rejection is applicable to
both the claims in the application and the claims
in the patent, any letter including the rejection
must have the approval of the appropriate
Group Director.
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 and promptly acted on.

An interference will not be declared where

the Examiner is aware of a reference for the

copied claims, even if it would also be applicable
to the patent. However, if such a reference is
discovered while an interference involving a
patent is befo
on motions,
last sentence
__any other ti
ference, the

Bt Gy »
ference is discovered at
the course of an inter-
aminer proceeds in accordance
_ with rule 237 and § 1105.05. The group direc-
__tor’sapproval must be obtained before forward-
ing the form letter of § 1112.08 and before mail-
; ingthe decision on motion. : .
 'The decision on such a motion should avoid
~_any comment on the patentability of the claims
already granted to the patentee. See Noxon
v. Halpert, 128 USPQ 481.

- 1101.02(g)

Copying Claims From a
Patent, After Prosecution
of Application Is Closed
or Application Is Allowed
 [R-22] |
~_An amendment presenting a patent claim in
an application not in issue is usually admitted

However, if the case
~_had been closed to further

or by appeal, such amendment is not entered asa
matter of right. ' L ,
An interference may result when an apslicant
copies claims from a patent which provided the
basis for final rejection. Where this occurs, if
the rejection in question has been appealed, the
Board of Appeals should be notified of the
withdrawal of this rejection so that the appeal
may be dismissed as to the involved claims.
ere the prosecution of the application is
closed and the copied patent claims relate to an
invention distinct from that claimed in the ap-
plication, entry of the amendment may be de-
nied. (Ex parte Shohan, 1941 C.D. 1; 522 O.G.
501.) Admission of the amendment may very
properly be denied in a closed application, if
prima facie, the claims are not supported by ap-
plicant’s disclosure. An applicant may not have
_recourse to asserting a patent claim which he
has no right to make as a means to reopen or pro-
long the prosecution of his case. See § 714.19(4).

AFPreEr NOTICE OF ALLOWANCE

When an amendment which includes one or
more claims copied or substantially copied from
@ patent is received after the Notice of Allow-
anee and the Examiner finds one or more of the
claims patentable to the applicant and an inter-
ference 10 exist, he should prepare a letter [see
Letter Form § 1112.04], requesting that the ap-
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- copied or substantially copied from a patent

- oral report to the group director of the rea-
~sons for refusing the requested interference.

110103

rosecution as by
final rejection or allowance of all of the claims,

‘ | 1102
plication be withdrawn from issue for the pur-
_pose of interference. This letter, which should

designate the claims to be involved, together
with the file and the proposed amendment,

_shonld be sent to the group director.
~ When an amendment is received after Notice

of Allowance, which includes one or more claims

and the examiner finds basis for refusyinﬁ the
interference on any ground he should make an

Notification to applicant is made on Form
POIL~271 if the entire amendment or a portion
of the amendment (including all the copied
claims) is refused. The following or equivalent
language should be employed to express the

_ adverse recommendation as to the entry of the

co?ied or substantially copied patent claims:
‘Entry of claims _____ s is not recom-
mended because (brief statement of basic rea-
sons for refusing interference). Therefore
withdrawal of the application from issue is
not deemed necessary.” = |

Removn:g of ,Aﬂidavits or

When there are of record in the file, affida-
vits or declarations under rule 131, 204(b) or
204(c) theyv should not be sealed but should be
left in the file for consideration by the Board
of Interference Examiners. If the interference
proceeds normally, these affidavits or declara-

_ tions will be removed and sealed up by the Serv-

ice Branch of the Board of Patent Interferences
and retained with the interference. ‘
In the event that there had been correspond-
ence under. Rule 202, this should be obtained
from the associate solicitor and left (unsealed)
in the file. T B
. Affidavits or declarations under rules 131 and
204, as well as an affidavit or declaration under
rule 202 (which never becomes of record in the
application file) are available for inspection by
an opposing party to an interference when the
preliminary statements are opened. Ferris v.
Tuttle, 1940 C.D. 5: 521 O.G. 523.

The now opened affidavits or declarations
filed under rules 131 and 204 may then be re-
turned to the application files and the affidavits
or declarations filed under rule 202 filed in the
interference jacket.

1102 Preparation of Interference
Papers and Declaration [R-22]

Rwle 20%7. Preparation of interfercnce papers and
declaration of interference. (3) When an interfer-
ence {8 found to exist and the applications are in con-
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all include the nam d residence of each of the
_other parties and those ot his attomey or agent, ‘and

; ot any assignee, and will identity the application of
' ~each opposing party by serial number and ﬁling date,
___or in the case of a patentee by the number and date of
. the patent. The,notices,s‘hall also specify the issue of
the interference, which shall be clearly.and concisely
fined in only as many counts as may be necessary. to

e the interfering subject matter (but in the case

_an interference with a patent all the claims of the

tent which can be made by the applicant should con-
tute the counts). and shall indicate the claim or

unt or counts. If the applicatio
party included fo the interferen
tmuntion or continnation-in- part a prior applicatidn
- and the cxaminer has determined that it is entitled to
- _the filing date of such prior applicanon the notices
“ shall so state., Except as noted in paragraph. (e) of
this ‘rule, the notices shall ‘also set a scbedule of
times for tuking various actions as follows: - , ;
(1) For filing the preliminary ntate‘ments requlredf
by rule 215 and serving notice of such filing, not less
than 2 months from the date of declaration.
__ (2) For each party who files n prehnmary state-
ment to serve a copy thereof on each opposing party
. who also files a preliminary statement as required by
rule 215(b). not less than 15 days after the expiration
. of the time for filing preliminary etatements
(3) For filing motions under rule 231, not less than
4 months from declaration.

division, con-

(c) :The notices of interference shall be forwarded

by the patent interference examiner to all the parties,
in care of their attorneys or agents; a copy of the
notices will-also be sent the patentees in person and, if
the patent in interference has been sssigned, to the
assignees.

2(d) .When the notices sent In the interest of a patent

the parties resides abroad and his agent in the United

States {8 unknewn, additional notice may be given by
publication in the Official Gazette for such period of
time as the Commissioner may direct.

(e) In a case where the showing required by rule
204 {c) is deemed insufficient (rule 22R) the notlce of
interference will not set the time schedule specified
in paragraph (b) of this rule but will be accom-
panied by an order to show cause by the Board of
Patent Inteferences as provided by rule 228,
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 which he will be the senior
r patent of a

are returned to the Office undelivered. or when one of

is the Initial

pre ll!'atl on

which promdes autl
lara-

of the Notices of Interference nnd the

tion Sheet. The latter papers are prepared in

rvice Branch of the Board of Patent

}armg or redeclarmg an mterference '

o the foﬁﬂwmg should be borne in mind:

(1) That no party should be made junior as

_ to some counts and senior as to others, but that

two interferences should be set up making the
party with two apphcat ons junior in one in-

_terference and senior in the other.

 (2) That no interference shou'd be declared
in which each party to the interference is not
involved on every count.

(3 'I'hat where an appllcant puts identical
claims in two applications by virtue of one of
arty and of the
other rhe junior the latter application should be

_ placed directly in the interference leavin he,

applicant to gain such benefit as he may
the senior application either by motion to shlft

the burden of proof or by introducing the
. senior into the interference as evidence,” (Im
_re Redeclaration of Interference Nos. 49,635;

- 49.636: 49.866: 1926 C.D. 75; 350 0.G. 3.)

The Initial Memorandum zmd the files to be

__involved are forwarded to the Interference

Service Branch, including prior applications or
patent fi enefit of which is being accorded.
Any correspondence under Rule 202 should be

~ obtained from the associate solicitor and for-
warded with the other papers. See § 1101.03.

This same practice obtains in the case of affida-

vits or declarations of this nature in earlier ap-
plications the benefits of which is accorded a
party by the examiner in the initial memoran-
dum. Such cases will be acknowledged in the
Declaration papers.

Rule 207( E) requires inclusion of the name
and residence of any assignee in the declaration
notice. Therefore, a recent title report on all the
applications and patents involved should be
obtained by the examiner and forwarded with
the other papers to the Board of Patent Inter-
ferences.

The information to he inclnded in the initiat-
ing memorandum is set forth in §1102.01(a).

1102.01(a) Initial Memorandum to
the Board of Patent Inter-
ferences [R-28]

The initial memorandum to the Roard of
Patent Interferences is written on Form PQO-
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is unnecessary and is not desired except as
indicated on th
_ to require a minimum of effort by the exam-
iner. and g should not be used unless

the counts are not found verbatim in any file
as provided in the last sentence of rule 203(a).

In this case copies of the counts should be
supplied at the enc i i
tional plain shee

cluded in the i ) d by
~ last name (of first listed inventor if application
is joint ), serial number, and filing date irrespec-
tive of whether nn'nppiicmion or a patent is in-
volved. The sequence of the listed applieations
is completely immaterial. If the examiner has
determined that a party is entitled to the benefit
of the filing date of one or more applications
(or patents) as to all counts. the blanks pro-
vided on the form for indicating this fact should
be filled in as to all such applications. It is
particularly important to list all applications
necessary to provide continuity of pendency to
the earliest application to which a party is en-

titled. The date of abandonment or patenting

of a prior application should be indicated by

checking the appropriate box and writing the

date. The word “pending” should be written
if a prior application is still pending. An ap-
plicant will be accorded the benefit of a for-
eign application on the form PO-850 and
declaration notices only if he has filed the
papers required by rule 55, including a sworn
translation. and the primary examiner has de-

of such application. A patentee may be ac-
corded the benefit of the filing date of a foreign
application in the notice of interference pro-
vided he has complied with the requirements of
rule 55. has filed a sworn translation, and the
primary examiner has determined that the
patented claims involved in the interference
are supported by the disclosure of the foreign
applieation. This should be noted on form PO-
850 (see § 1101.02(a)). The claimsin each case
which are unpatentable over the issue should be
indicated in the blanks provided for that pur-
pose. . The examiner also must furnish a table
showing the relation of the counts to the claims
of the respective parties in the area provided in
the form as for example:

, Joues Smith Green
Y G ——— 16 8 2

e 5 1 3(m)
- 9 15 5
. TP 4 11 6{m)

per

the form. The form is designed
it is hel

. subject to the decisions in the interference.

termined that he is in fact entitled to the benefit -

1102.01(a)

" "f'l"’lm_mdiention of claims in each case which
are regarded as unpatentable over the issue is

ecisions in Votey v. Wuest v.

. eld that when an interference is declared
involving a patentee and the examiner is of

_ the opinion that the application or applications

contain claims not patentably different from the

issue of the interference, he should append to_
the letter to the applicant a statement that such
claims, specifying them by number, will be held

The reason for making such statement applies

applications. ,

he practice announced in these decisions
should be followed. Such a statement gives
the parties notice as to what claims the exam-
iner considers unpatentable over the issue, it
avoids the inadvertent granting of claims to the

_losing party which are not patentable over the

issue, but which are not included therein, and
will probably result in fewer motions under
rale 231(b). '

In carrying out the proViSions of rule 208,

. examiners, when forwarding the Initial Mem-
 orandum to the Board of Patent Interferences,
will in a separate memorandum, call their at-

tention to cases in which two of the parties are
represented by the same attorney, in lieu of
calling the matter directly to the attention of
the Commissioner. The patent interference
examiner when mailing out the notices to the
parties and their atrorney will advise the par--
ties and the attorney that the attorney vill not
be recognized further as representing either par-
ty in the interference or in the interfering cases
unless he shows that he is entitled to continue
to represent either or both parties as provided
by rule 208 The patent mterference exam-
iner will also call to the attention of the parties
and the attorney the requirement of the second
sentence of Rule 201(c). '

In an interference involving a patent. if the
primary examiner discovers a reference which,
in_his opinion, renders a count obviously un-
patentable, action should be taken in accord-
ance with § 1101.02(f).

If one or more of the counts are claims of an
involved patent modified to be broader than the
corresponding patent claims, the word “modi-
fied™ or “substantially” should appear in paren-
theses after the corresponding claims of the
patent in the table of claims. In other situa-
tions where exactly corresponding claims are
not present in the applications and patent con-
sidered to be interfering, see the guides and
examples set forth in § 1101.02 under the head-
ing D. FORMULATION OF TABLE OF
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equally well to an interference involving only



the broader claim, of course
should be made for each coun
tion was merely In issne a

__ patent, the original claim numbers of the apph-
_ cation, prior to revision for issue, should be
' ' - ' _interference does not conflict with the subject

A certificate of correction
not be overlocked. For the | ract i
 terference between applications, dependent
__counts should be avoided and each count shounld

be independent. This avoids confusion in lan-

guage and disputes as to the meaning of

 counts. When dependent counts cannot be

‘avoided. as in the case of an interference with
a patent where one of the counts is \
claim, the count may likewise be

T Gt et eepon e

the dependent claim is founded. If necessary

a dependent claim may be the sol

interference. ..

1102.02 Declaration of Interference
 [R-25] ‘ .

The papers necessary in declaring an inter-

ference are prepared in the Interference Service
Branch. The notices to the parties and the
ation sheet are signed by a patent inter-
ference examiner, who institutes and declares
the interference by mailing the notices to the
several f'rarties to the proceeding. Thereafter
the applications and interference files are kept
in the Service Branch where they are also re-
corded in a card index. : :
If an application that has been made special
by the Commissioner becomes involved in an
interference. the interference will be made spe-
cial, provided the prosecution of such appli-
cation has been dilicent on the part of the
applicant. See § 708.01.

1103

Suspension of Ex Parte Prosecu.
tion, Full or Partial [R-25]

Rule 212. Suspension of ex parte prosecution. On
deciaration of the interference, cx parte prosecution
of an application is suspended. and amendments and
other papers received during the pendency of the in-
terference will not be entered or considered without
the consent of the Commiasioner. except as provided
by these rules.
the declaration of an interference with another party
will he considered to the extent necessary. Ex parte
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the Board of Patent Interferences

Proposed amendments directed toward -

The treatment of amendments filed Jduring
an interference is considered in detail in §§ 1108
and 1111.05. ' '
. Ex parte prosecution of an appea! under rule
191 may proc rently with an interfer-
ence proceeding lving the same application
provided the primary examiner who forwards
the appeal certifies, in a memorandum to be

ced in the file, that the subject matter of the

‘matter of the appealed claims, :
For treatment of other applications by the
same inventor or assignee having overlapping
claims with the application being put into in-
terference see §§ 709.01 and 1111.03. ‘

01 Jurisdiction of Interference
(R-25]
Rule 211. Jurisdiction of interference. (a) Upon .
the institution and declaration of the interference, as
provided in rule 207, the Board of P'atent Interferences

- will take jurisdiction of: the s;me, which will then

become a contested case. -
(b) The primary examiner will retain jurisdiction

_ of the case until the declaration of interference is

made. - .

The declaration of interference is made when
the patent interference examiner mails the
notices of interference to the parties. The in-
terference is thus technically pending before
om the
date on which the letters are mailed, and from
that date the files of the varions applicants are
opened to inspection by other parties. Rule 226.

Throughout the interference, the interfer-
ence papers and application files involved are in
the keeping of Jl)e Service Branch except at
such times that action is required as for decision
on motions, final hearings, appeals, etc., when
they are temporarily in possession of the tri-
bunal before whom the particular question is
pending.

If, independent of that interference, action as
to one or more of the applications becomes neces-
sary, the Examiner charges out the necessary
application or applications from the Service
Branch bv leaving a charge card. It is not
foreseen that the primary examiner will need
to take action for which he requires jurisdiction
of the entire interference. However, if circum-
stances arise which appear to require it, the pri-
mary examiner should request jurisdiction
from the Board of Patent Interferences.

The Examiner merely borrows a patent file,
if needed, as, where the patent is to be involved

in a new interference.




t in the notice of int
Ity to an interfere

(2) To amend the is ue by addntion or ﬂubsmutmn
. Ot new counts. Each . fon must contain an ex-
' planation as to whi proposed to be added is
necessary. or why a posed to be substituted
is preferable to the original count, must demonstrate
patentability of the co all parties and must apply
the proposed count to all mvolved applications except
an application in which the pmposed count originated.

(3).To_substitute anv other application owned by

to amend within
set for filing mo
an opposition to a motion to' amend which is based on
prior.art must include copies of such pnor art. In

‘the case of action by ‘the primary examiner under rile,

237, such motions may be made within 20 days from
he date of the primary examiner's decision on motion
vherein such action was incorporated or the date of
the communication giving notice to the parues ot the

-proposed dissolution of the interference

(¢) A motion to amend or to substitute another
application must. be accompanied by an amendment
adding the claims in questwn to the application con-
cerned if such claims are not already in that applica-
tion. ,
(d) All proper motions as specmed in paragraph (a)
of this rule, or of a similar character, will be trans-
mitted to and considered by the primary examiner with-
out oral -argament, except that cousxderatmn:otx a:
motion to dissolve will be deferred to final hearingf :

f before a Board of Patent Intertetences where the mo-

urges unpatentability of a count to one or more
ties which would be reviewable at final heariug
nder rule 258(a) and such unpatentability is urged
against a patentee or has been ruled upon by the Board

. of Appeals or by a court in ex parte proceedings.

Requests for reconsideration will not be entertained.
(e) In the determination of a:motion to dissolve an
interference between an application and a patent, the
prior art of record in the patent file may: be reterred
to for the purpose OI construlnf’ the issue. :
(f) Lpon the granting of a motion to amend and the

- adopnon of the claims by the other parnes mthm a

him as to the existing issue, or to declare an addi- ‘

tional mterference to include any other application
owned by him as to any subject matter other than the
existing issue but disclosed in his application or patent
involved in the interference and in an opposing parry's
application or patent in the interference which should
he made the basis of interference with such other party.

Complete copies of the contents of such other applica-

tion, except affidavits or declarations under rules 131,
202, and 204, must be <erved on all other parties and the
motion must be accompanied by proof of such service.

(4) To be accorded the benefit of an earlier applica-
tion or to attack the benefit of an earlier application
which has been accorded to an opposing party .in the
notice of declaration.

(3) 'To amend an involved application by adding or
removing the names of one or more inventors as pro-
vided in rule 45,

(b) Each motion must contain a full statement of
the grounds therefor and reasoning in support there-
of.  Any opposition to a metion must be filed within
20 days of the expiration of the time set for filing
motions and the meoving party may, if he desires, file

me specified, oF upen the granting of a motxon ‘to sub-
ute another application, and after the expiration

of the time for filing any new preliminary statements,

a patent interference examiner shall redeclare the
interference or shall declare such other interferences
as may. be necessary. to include said claims. @ A prelim-
inary ‘statement as to the added claims need not e
filed if a party states that he intends to rely on the
original statement and such a declaration as to added
claims need not be signed or sworn to by the inventor
in person. -A second time for filing motions will not be

gt and subsequenf motions with respect:to matters

which have been once considered by ‘the primary ex-
aminer will not he considered.

An interference may be enlarged or dimin-

_ished both as to counts and applications in-

181

volved, or may be entirely dissolved, by actions
taken under Rule 231 “Motions before the pri-
mary examiner” or under Rule 237 **Dissoln-
tion at the request of examiner”. The action
may be a substitution of one or more counts,
the addition of counts or dissolution as to one or
more counts or as to all counts, a change in the

application by addition, substitution, or dissolu-
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_ Examiners should not conside

raised by an applicant, question

pending before the Office in inter partes p

_ ceedings involvi

_in interest. See. .
Occasionally the enti ject

_ interference may h

other Group between the time of decl

interference and the time that m

_mitted for consideration. If this has occurred,

_after the second Group has agreed to take the

case, the Interference Service Branch should

be notified so that appropriate changes may

be made in their records. :

. 1105.01 ~
o [R-25]

A party filing a motion is expected t incor
rate his reasons with the motion so that a

Motions

~1nitial brief is not contemplated altho

filed with the motion it would not be objecti
_ able. Under Rule 231(b) other parties
- twenty days from the expiration of the tim

filing motions for filing an opposition to a mo- -

tion, and the moving party may file a reply brief
within fifteen days of the date such oly)osmon
is filed. If a motion to dissolve is filed by one

party the other parties may file a motion to.

| amend within 20 dqys’from_ the expiration of
the time set for filing motions and the same
__times for opposition and reply brief are allowed

with respect to the filing date of the latter

_motion.

After the expiration of the time for filing a
reply brief, motions filed under Rule 231 are
examined by a Patent Interference Examiner
who, if he finds them to be proper motions, will
transmit the case to the Primary Examiner for
consideration of the motions with an indication
of such motions as are improper under the rules
and which should not be considered if there be
any such. No oral hearing will be set. The
Primary Examiner should promptly render a
decision on each motion transmitted by the
Patent Interference Examiner. The decision
must include the basis for any conclusions
arrived at by the Primary FExaminer. Care
must_be taken to specifically identify which
limitations of a count are not supported, or the
portions of the specification which do provide
support for the limitations of the connt when
necessary to decide a motion. The Examiner
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same applicant or party

Briefs and Cbnsid at,i,ﬁii of

MINING PROCEDURE
ould not undertake to answer all arguments

f the types s
miner must consult with and ob-
val of a member of the Board of
, ferences before mailing the deci-

. Motions requiring such consultation and

approval are: . i
 Motions to amend where the matter of sup-
count is raised in opposition or
ner decides to deny the motion

n,

mg to the beneﬁf'of a_prior

) 0 olve on the ground that one
____or more parties have no right to make the
~_counts, . : ' ,

Motions to dissolve on the ground of no inter- |

ference in fact, .
Motions to convert an appli
ent number of inventors,
 Motions to substitute or involve another ap-
~ plication in interference where the matter
- of support for a count is raised in opposi-
__ tion or the Examiner decides to deny the
___motion for that reason,
Motions to amend involving modified or
“phantom” counts,
 Motions to amend seeking to broaden a patent

~_claim and an issue is raised with respect to

the showing in justification.

Requests should he made to the Patent Inter-

ference Examiner for the assignment of the
Board -member to be consulted. The con-
sultation will normally be at the offices of the
Board of Patent Interferences. The Primary
Examiner should arrange a convenient time by
telephone. In the case of motions to amend
or to involve another application the Patent
Interference Examiner will examine any. oppo-
sition which may have heen filed and ifI the

question of right to make the proposed counts -

as to any party is raised thereby, he will indi-
cate in his letter transmitting motions the nec-
essity for consultation. If such indication is
not made there will be no necessity for consulta-
tion unless the Primary Examner from his
own consideration concludes that one or more
parties cannot make one or more of the pro-
posed counts. In this case he should inquire

of the Patent Interference Examinerasto which

member to consult.
1105.02 Decision on Motion To Dis-
solve [R-253]

By the granting of a2 motion to dissolve, one
or morve parties may be eliminated from the
interference; or certain of the counts may be




application ¢ | m

_ forth hereinafter under the
After Dissolution” (8§ 1110).

~ with respect to listing references di
motion decision. .
~ With respect to a motion to dissolve
ground that one or more parties ca
one or more counts it should be ke
that once the interference is dissolve
count any appeal from a rejection bas

~ is ex parte and the views of other part
interference wiil not be heard.
preserve the inter partes fo (o}
tion of this matter a motion to disso
ground should not be granted where the
sion is a close one but only where there is cle:
basisforit. ~ .. = £

It should be noted that if all part

agree upon the same ground for dissolutic
which ground will subsequently be th :
rejection of the interference cou:
more parties, the interference
solved pro forma upon that gr

regard to the merits of the matter. This agree-

ment among all parties may be expressed in the
motion papers, 1n the briefs, or in papers
rected solely to that matter. See Buchhv.
mussen, 339 0.G. 223; 1925 C.D. 75, and Til

v. Snodgrass, 1923 C.D. 30;: 309 O.G. 477 and
Gelder v. Henry, 77 USPQ 223.

Affidavits or declarations relating to the dis-
closure of a party’s application as, for example,
_on the matter of operativeness or right to make
- should not be considered but affidavits or decla-
rations relating to the prior art may be con-
sidered by analogy to Rule 132, :

If there is considerable doubt as to whether
or not a party’s application is operative and it

appears that testimony on the matter may be

useful to resolve the doubt, a motion to
dissolve may be denied so that the interference
may continue and testimony taken on the point.
See Bowditch v. Todd, 1902 C.D. 27; 98 O.G.
792 and Pierce v. Tripp v. Powers, 1923 C.D.
69 at 72,316 0.G. 3.

Where the effective date of a patent or pub-
lication (which is not a statutory bar) is ante-
dated by the effective filing dates or the alle-
gations in the preliminary statements of all
parties, then the anticipatory effect of that

183

_ filing date or the allegations in his prelimi-

- the Examiner sho

matters anci

. Motions by the interfering parties may be
- made under Rule 231(a) (2) and (3) to add or

his time, but the refs
ould be considered if at least one party
ntedate its effective date by his own

 statement. See Forsyth v. Richards, 1905

. 115; 115 O.G. 1327 and Simons v. Dunlop,
SPQ 237.

eciding motions under Rule 231(a){(1)

not be misled by citation

> Court of Customs and Pat-

effect that only priority and

hereto will be considered

e counts will not

that patentability of

onsidered. These c sions relate

o the final determi n of priority,

af he interference has passed the motion

St the ordinary case a motion to dis-

' z:fr attack the patentability of the count

need not be limited to matters which are

ncillary to priority.

105.03

Decision on Motion To
Amend or To Add or Substi-
tute Another Application
[R-25] |

substitute counts to the interference and also to
substitute or involve in interference other ap-
plications owned by them. It should be noted

~ that, if the Examiner grants a motion of this
character, he sets a time for the nonmoving

parties to present the allowed proposed counts
in their applications, if necessary, and also sets
a time for all parties to file preliminary state-
ments as to the allowed proposed counts. An
illustrative form for these requirements is given
at §1105.06. If the claims are made by
some or all of the parties within the time limit
set, the interference is reformed or a new inter-
ference is declared by the Patent Interference

. Examiner.

If a motion under Rule 231(a) (3) relates 'fu

~an application in issue, the application should

be withdrawn from issue prior to decision on
the motion only if the motion is transmitted to
the Primary Examiner after the issue fee has

- been paid or the date of transmittal is so close

to the ultimate date for paying the issue fee that
the motion cannot be decided prior to that date.
For form see § 1112.64.

The case should then be withdrawn from issue
even though the Examiner may be of ihe opin-
ion that the motion will probably be denied,

~but. this withdrawal does not reopen the case

to further ex parte prosecution and if the mo-
tion 1s denied the case is returned to issue with
a new notice of allowance.
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in the interferen
application or
~ sequently the

~will not be considered by the Exammer to re-
sult in an estoppel against any party to an.

interference as to subject matter not osed

in his case n the 1nterf

] uring the |
motion Fenod secrecy as to the pplication
1ere '

named t in is deemed to hav wmed

Examiner thhout regard to the ;
whether the moving party’s case already in the
mterferenee discloses the sub]ect matter of the

Contrary o the practlce whlch obtains when

all pa

dissolution, nce of all parties i

ute or add an
e automatic gra

ing of the motion.

not relieve the Examiner of his duty

, rmine independently whether the pro-
p counts are atentabf; and allowable in
the applications lm olved. Even though no
references have been cited against propoced

. counts by the parties, it is the Examiner’s duty

to cite such references as may anticipate the
pxoposed counts, making a search for this pur-
 pose if necessary.
 Also, care should be exercised, in deciding
motions, that any counts to be added to the
existing interference differ materially from the

. original counts and from each other, and that
counts of additional interferences likewise dif-

fer materially from the counts of the first inter-
ference and from each other § 1101.01(j).

proofs may be required to prove priority as, for
example, in the case of a generic orlgma] count
and a proposed count to a species, or vice versa.
If the answer is affirmative, the motion to add
the proposed count should be granted. When
a patent is involved, all of the patent claims
which the applicant can make must be included
as counts of the interference,

The Examiner should also be careful not to
refuse acceptance of a count broader than orig-
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agree upon the same ground for

The mere agreement of the
1es hat certain proposed counts are patent-

_of invention set forth
~ the mere statement that the effective date of the

A good test to apply is whether different

cmmts sole!y on t,he ground that m does
t differ materially from them. If that is in
, and the propased count is patent-

er the prior art, the
the motion to the extent of substltutmﬁ

roposed count for the broadest origina

,  count so that the parties will not be limited in

their proofs to include one or more features

to patentablhty of the
room for a reasonable
dxﬁemnce of opinion as to whether two claims
are materially di or patentably distinct)
t is advisable to add the proposed claim to the
issue rather than to substitute it for the original
This will allow the parties to su mit
fority. evidence as to both counts. ,
~or declarations are occasmnallv 0
upport of or in opposition to motions
titute counts or applications. The
ractice here 1s the same as in the case of affi-
ing motions to
olve that is, affidavits or des ations relat-
mg disclosure of a party’s application as, for
X§ e, on the matter of opera ess or right
e, should not be consxdered, but affidavits

or dedaxatxons relating to the prior art may be
considered by analogy to Rule 132. - :
If a motion under Rule 231(a) (2) or (3) 1s

denied on the basis of a reference which is not

a statutory bar, and which is cited for the first
time by the Examiner in his dec1swn, _t e de-

_cision may be modified and the motion

‘upon the filing of proper affidavits or declara-
tions under Rule 131 in the apphcatlon fileof
the party involved. This is by analogy to

Rule 237, although normally. request for recon-
sideration of decisions on motions under Rule
231 will not be entertained. Rule 231(d).
These affidavits or declarations should not be
opened to the inspection of opposing parties
and no reference should be made to the dates
therein other than

reference has been overcome, = 'As in the case of

- other affidavits or declarations under Rule 131,

they remain sealed until the preliminary state-

" ments for the new counts are opened.

2\ member of the Board of PPatent Interfer-

-ences must be consulted-in connection with mo-

tions to add or substitute one or more counts
or applications where the matter of right to

- make one or more counts is raised in an opposi-

tion to the motion or the Primary Examiner
wishes to deny a motion for that reason al-
though it has not. been raised by a party., In
the event the consultation ends in disagreement,
the matter will be resolved by the Assistant
Commissioner.




. change the

The anary Exammen als
relating to benefit of a pr
~ Rule 231(a)(4). These
~_the burden of

the benefit of 1]
f the parties. They

)y order to show.

result in judgmen
ose preliminary st

against a junior })art
ment does not a le
application or, in
may shorten tl
be proved o
that of be
ponderar :
If there is doubt whet
cation discloses the inventi

e doubt to a mere pre-

for denying the part;
should not be given the e

- tion was based. He may have the matter re-
viewed at final hearing (Rule 255) and he may

introduce that application as part of his evi-

dence to be subject to argument by all parties
atent
See Greenawalt v. Mark, 190+

and to be considered by the Board of

Interferences.
C.D.352: 111 O.G. 2224,

In demdmg a motion of this nature, it is usu-

ally advisable first to determine exactly which
counts will be involved in the final redeclaration
of the interference.
the motion should then foilow that set fort
in the case of In re Redeclaration of Interfer-
ences Nos. 49,635 49,636; 49 : 1926 C.D
755 350 0.G. 3, In accordanee., the last
stated case, no party in an interference should
be made ]umor as to some counts
to others. Therefore, if, in ccm-xdermg a mo-
tion to shift the burden of proof, it is found
that the moving party is entitled to the benefit
of an earlier hle .\pph(-atmn as to some counts
but not as to other counts in the same interfer-
ence, the motion should be denied.
In accordance with present practice an ear-
lier filed, allowable application disclosing a
single species (including chemical composi-
tions) is a constructive reduction to ractice
of a count expressing the genus provided con-
tinuity of disclosure has been maintaired be-
tween the earlier application and the involved
application either by copendency or by a chain
of successively vnpendmg appiications. Where
such an applieation is a (on.stm(me reduction

dates prior to the earlier
case of a junior party, they
od for which diligence must
> the burden of proof from

an earlier apph-,f ,
¥ volved in the
interference, there bemg a reasonable ground
ght to it, a party
- record date.
The denial of a motion to s ft the burden of
proof does not deprive a party of the benefit
of the earlier application upon which the mo-

The practice in demdmﬁ _ have not submitted arguments on the matter.

231(a)  (2) or (3)

to pmcncg, the benefit of its filing date may
‘be obtained b 0

a ]uluor lfoart% Dby a2 motio:
shift the burden of ee McBurney v.
Jones, 104 USPQ 1 5 Den Beste v. Martin,

1958 C.D. 178, 729 O(x. 724; Fried et al \.“

urray et al., 1959 C.D. 311, 746 OG 963,
With respect to the shifting ~of the burden
of proof it should be noted that the order of
_testimony should be placed upon the
unless all the counts of the
ad upon an earlier application

intedates that of the other party.

rovmg of foreign filing for Pri 1or1tv see

Dlssolutlon on Primary Ex-
‘aminer’s Own Request Under
Rule 237 [R-25]

Dissolution at the request of c.rammcr‘

1105.05

Rule 237%.

1f. during the pendencv of:an interference, a reference -

or other reason be tound which, in the opinion of the
,,;renders all or part of the counts
ttentmn of the Board of Patent

_ Interferences shall be called thereto. The interference

may be. suspended and referted to the primary exam-
iner for consideration of the matter.’in w hich case the

_ parties will be notified of the reason to be considered.

&rguments of the parties regarding the matter will

_be. concldered if filed within 20 days of the notifica- :

tion. The interference will be continued or dissolved in
accordance with the determination by the primary
examiner. If such reference or reason be found while
theyintei-ference is before the primary:examiner for

lﬁ;,détermination of a motion. decision: thereon may be
incorporated in the “decision -on the motion, :but the

parties shall be entitled ‘to reconsideration if they

Rule 237 covers dissolution of an interference
on the Primary Examiner’s own motion if he
discovers a reference or other reason which
renders all or part of the counts unpatentable.
Two procedures are available under this rule:
First, if the Primary Examiner finds a refer-
ence or other reason for termlmtmg the inter-
ference in whole or in part the interference is
before him for determination of a motion, deci-
sion on this newly discovered matter “may be
incorporated in the decision on the motion, but
the parties shall be entitled to reconsideration
“if they have not submitted arguments on the
matter” (Rule 237). This same practice obtains
when the Primary Examiner discovers a new
reason for holding counts proposed under Rule
unpatentabie. TUnder
this practice, the Primary Examiner should
state that reconsideration may be requested
within the time specified in Rule 2 (c).
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Primar 1 1
to the Patent Interference £xaminer a state-
ment applying the reference or reason toeachof
the counts of the interference which he deems
unpatentable and should forward with the origi-
nal signed letter a copy thereof for each of the
_parties of the interference. Form at § 1112.08.
. If preliminary statements have become open
to all parties, Rule 227, or if not and a party
authorizes the Primary Examiner to inspect his
preliminary statement, effect may be given
thereto in considering the applicability of a
reference to the count under Rule 237. See
£1105.02. | |

‘The Patent Inte Examiner may sus-
pend the interferen | refer the case to the
Primary Examiner for his determination of the
question of patentability, which is inter partes
as in the case of a motion to dissolve. Briefs
may be filed within twenty days of the notifi-
cation of the parties of the referral, but no
hearing will be set. Decision is prepared and
mailed by the Primary Examiner as in the case
of a motion to dissolve. ,,

In cases involving a patent and an appli-
cation where the Primary Examiner raises the
question of patentability of the count, atten-
tion is directed to Noxon v. Halpert, 128
USPQ 481. .

If, in an interference involving two or more
applications, a reference is brought to the at-
tention of the Examiner by one of the parties
to the interference, that fact should be made
of record by the Examiner in his letter to the
Examiner of Interferences under Rule 237,

If, in an interference involving an applica- -
tion and a patent, the applicant calls attention
to a reference which he states anticipates the
issue of the interference, the Examiner of
Interferences will forthwith dissolve the inter-
ference, and the Primary Examiner will there-
upon reject the claim or claims to the applicant
on his own admission of nonpatentability with-
out commenting on the pertinency of the refer-
ence. Such applicant is of course also estopped
from claiming subject matter not patentable
over the issue. A reference cited by the pat-
entee which is applicable against the claims of
the patent, will be ignored. .\ reference newly
discovered by the Primary Eaxaminer is treated
in accordance with £ 1101.02(f).
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cation, if unopposed, do not require any state-

, ndency of applica-
| inf'interferenégs;rmedmgs, Pri-
iners are directed to render deci-

_ sions on motions within 30 days of the date of

tal to them. o
decision should separately refer to and

ecide each motion which has been transmitted
a statement of decision as granted or denied.
cision, n clude the basis for any

by the Primary Exam-

_iner. Care must be taken to specifically iden-

tify which limitations of a count are not
supported, or the portions of the specification
which do provide support for the limitations of
the count when necessary to decide a motion.
Different grounds urged for seeking a particu-
lar action. such as dissolution for example,
should be referred to and decided as separate
motions. When a motion to dissolve on the
ground of no right to make urges lack of support
for more than one portion of a count and is
granted, the Examiner should indicate which"
portions of, the count he considered not to be
disclosed in the a{;plication in question. The
same practice applies in denying a party the
benefit of prior application. ‘
Motions to amend or to substitute an appli-

ment of conclusion if granted, but a denial
should be supplemented by a statement of the
conclusion on which demal is based. If an
application is to be added or substituted and the
Examiner has deteriined that it is entitled to
the filing date of a prior application by virtue
of a divisional. continuation or. continuation-
in-part relationship. the decision should so
state. : ,

MOTION DECISION EXAMPLES

The motion by Brown te dissclve on the
ground of unpatentability to all parties over
X in view of Y is denied. The combination
of references proposed in the motion is not
considered obvious. .

The motion by Brown to dissolve on the
ground that Jones has no right to make the
count is granted. It is considered that the
expression * " is not supported by
the Jones disclosure. o

The motion by Jones to substitute proposed
count 2 for the present count is granted.

The motion by Jones to add proposec
count 3 is denied. The expression i
is considered to he ambiguous.

The motion by Smith to shift the burden
of proof is granted. : :




_ties should be stated. .

into account
e parties which
gsnntingof other
the burden of

! £ par-

tion to
nted the change i

ot

_ If a motion to amend is granted the decision
_ should close with paragraphs setting times for
nonmoving parties to present claims corre-
_sponding to the newly admitted counts and for
‘all parties to file preliminary statements as to

them. Such paragraphs should take the fol-

lowing form: ,
“Should the parties Smith and - Brown
_desire to contest priority as to proposed

~ count 2, they should assert it by amendment
" to their respective aI}plications,on' or be-
fore and failure to so assert it
within the time allowed will be taken as a
disclaimer of the subject matter thereof.
On or before , the statements
demanded by Rules 215 et seq. with respect
to proposed count 2 must be filed in a sealed
envelope bearing the name of the party filing

 statements, as requi
_ toexpireon .....

title of the interference.” :
The decision should ciose with a warmng
statement such as the following: -

S
thesgumber,and title of the inter-
The time for serving prelimina;

red 'b,y rule 215(b), is set

1f a motion to substitute another commonly
,;})l]ication by a different inventor is
“he decision should include a para-
t bstituted part;

_. to be substituted for
ust file on or before
, a preliminary statement as re-
quired by Rules 215 ¢/ seq. in a sealed en-
velope bearing his name and the number and

second

“No reconsideration (Rule 231(d)
sentence).” ‘

The time periods fixed in the decision for

copying allowed proposed counts and for filing
_ preliminary statements should ordinarily be th
_same and a period of 30 days should suffice i
‘most cases. However, where mailing time is

materially longer, as to the West Coast or for-

eign countries,

186.1

when an attorney and inven-
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Iso Rale 231(f), second sen-



. ond sentence. An exception is the case where
Rule 237 the Primary Examiner for the

nired by §
m spaced below
name who was consulted

Board Member ¥
“ APPROVED 2

followed by an mdlcat n of milttem requmng

such approval. For example,

burden of proof.”

Examiner and the proper c]erxcal entry made,
the complete mwrfp erence file is forwarded to
the Service Branch of the Board of Patent
Interferences for dating and
Board Member's =1gnature I
consultation. :

The motion decision is e in the index
of the interference file; it should include the
- followmg information and be set forth in this

order ,

_____ “Dec. of Pr. Exr *_____Granted
If some of the motions have been granted and
others denied, the last entry will be “Granted
“and Denied”, and of course, if all the motions
have been dcnied, the last entry will be “De-
nied.” If a date for copying allowed proposed
~counts and for filing preliminary statements

e has heen a

has been set, this should alqo be indicated at the‘

end of the line by :
*Amendment and Stafemonf due. ... "
~ Below are examples of entries which should
he made in the interference brief in the section
ent.rled “Decisions on Motion” (Form P()-222)
In each case involved in the mterfexm»r»
Dissolved
Dissolved as to counts 2 and 3
Dissolved as to Smith
Counts 4 and 5 admitted
These entries should be verified bv the Pri-
mary Examiner.
- Determination. of the next action to be
taken is made by the Service Branch of the
Board. Examples of such action may be redec-
laration, entry of judgment, or setting of time
for taking testimony and for filing briefs for
final heanng [ R-23]

Petition for Rcconaidemtio‘n
of Decision [R-23]

Petitions or requests for reconsideration of a
decision on motions under Rule 231 or 237 will
not be given consideration. Rule 231/d; sec-

1105.07

187

“Approved as to the motlon to shift the

After the derision is signed bv fhe Primary

ing or for the |

. ization.

e takes notice of a ground for dissolu-

~ consideration of motions by the parties and in-

 corporates this matter in his decision so that the
parties have had no opportunity to present ar-
guments thereon. In this case the Examiner’s
decision should include a statement to the effect
hat reconsiderntion may be reqnested within

the time speclﬁed in Rule 244(c). See § 1105. 05

1106 Redeclaratlon of Interferences
and Additional Interferences '
[R——23] ‘

Redechratxon of interferences where necessi-
tated by a decision on motions under Rule 231
will be done by a Patent Interference Examiner,
the papers being prepared by the Interference
Service Branch. The decision signed by the
Primary Examiner will constitute the author-
The same practice will apply to the
declaration of any new interference which may
result from a decision on motions.

1106.01 After Decision on Motion

Vanous procedures are necessary after de-
cision on a motion. The followmg general
rules may be stated:

(1) If the total result of the motion decision
consists solely in the elimination of counts, the
elimination of parties or a shifting of the bur-
den of proof no redeclaration is necessary.
The motion decision itself constitutes the pa-
per deleting counts or parties and is likewise
adequate notice of the shifting of the burden
of proof.
(2) If the motion decision mults in any.
addition or substitution of parties or apphoa-,

tions or the addition or substitution of counts,
then redeclaration is necessary. If redecla-
ration is necessary, the mformatmn falling
_within category (1) is also included in the re-

declaration papers. The old counts should re-
tain their 015 numbers for ease of identification.
(3) Since all of the necessary information
concerning an application to be added or sub-
stituted should appear in the motion decision
or on the face of l;e application file no separate
communication from the Primary Examiner to
the Patent Interference leammer is necessary
or desired.

The Patent Interference anmmc-r will de-
termine whether or not the nonmoving parties
have copied the proposed counts which have
heen admitted within the time allowed and if
they have, he will proceed with the redeclara-
tion. If a party fails so to copy a proposed
count and thus will not be included in inter-

Rev. 23. Jan. 1970




" appropriate.

lt in thexr app
mg w interference as a result of
ision the notices to the parties and
n sheet will include a statement to

the following effect : .
~ “This interference is eclared

-—....-.

is case a]so, no times f
ements or motions will be se

during the pendency

appears, claiming sun

issue, the primary examiner

of Patent Interferences and request addition of such
:.case to the interference. Such addition will be done as
a matter of conrse by a patent interference examiner,

if Do testimony has been taken. If, however, any testi-

mony. may have been taken, the patent interference
examiner shall prepare _and mail a notice for the pro-
posed mew party, disclosing the issue in interference
and ‘the names and addresses of the interferants and
of their attorneys or agents, and notices for the inter-
ferants discloging the name and address of the said
party and bis attorney or agent, to each of the parties,
setting a ‘time for stating any objections and at his
discretion a time of hearing on the question of the ad-
mission of the new party. If the patent interference
examiner. be of the opinion that the new party should
. be added, he shall prescribe the conditions imposed
. upon  the' proceedings, including’ a suspension if

- Rule 238 states the procedure to be followed
when the Examiner finds, or there is filed, other
or new applications interfering as to some or

as to all of the counts.  The procedure when

?r testimony has been taken differs consider-
ably from the procedure when no testimony has
heen taken. }Il)owever, the difference does not
involve the Primary Examiner but rather af-
fects the action taken by the Patent Interfer-
ence Examiner.

The Primary Examiner forwards Form
P0O-550 accompanied by the additional appli-
cation to the Interference Serviee Branch,

Rev, 23, Jan, 1970

the

d also.in-

Ifno
,eﬂs the Patent Interfer-_ .
vill as a matter of course sus- |

rference and redeclare it to include
arty setting such times for the
parties as 1S consistent with the

at that point. If the addi-

roceedings

y is to be added as to only some of

the counts, the Patent Interference Examiner

will declare a new interference as to those counts

and reform the original interference omitting

the counts which are included in the new one.

In this case the fact that the issue was in another

interference ¢
new interfe,k nee.

, l 107 Exammer s Entry in lnterference

File Subsequent to Interference
[R-23]
_An interference is tfrmxnated elther by dis-

~ solution or by an award of priority to one of
_ the parties. In either case the interference is

retumed with the entire record to the Exam-
iner as soon as the decision or ]udgment has

become final.

After the files have been returned to the
Examining Group the Primary Examiner is
required to make an entry on the index in the

interference file on the next vacant line that
the decision has been noted, such as by the

words “Decision Noted” and initialed bgy hlm
The interference file iz returned to the Service

‘Branch of the Board of Patent Interferences
when the Examiner is through with it. There it

will be checked to see that such note has been

made and mmaled ‘before filing away the inter-

ference record.

1108 Entry of Amendments Filed in

Connection With Motlons [R— :

23]

This section is limited to the dlsposmon of
amendments filed ‘In connection with motions
in an application involved in interference, after
the interfcrence has terminated.

The manner of treating other amendments

which are filed in an application during the
course of the interference, iz discussed in a
separate section (§ 1111.05).

‘nder Rule 231(c) an applicant is required
to submit with his motion to amend the issue
or to substitute an application, as a separate
paper, and amendment embeodving the proposed
claims if the cluims are not already in the ap-
plication concerned. Jn the case of an appli-

d be noted in all ]etters n the




cation mvolved in the mterfemme, tlus amet
mer not entered at that time but 1s placed
pplication file.. .
ndment ﬁ]ed in connection thh a mo-
ference (Rule 233)
claim or claims to
priate fees, if any,

mendnients were to

' 'bfﬂ entered it ma,ysbe th ;
never be entered.‘ ,
motion is it necessary

; :Egmeq to present the

- be paid wheney

~been submitted in respo:

be acwmpamed
paid in connection
amendment will not be refunded by reason of

the nonentry of the amendment. -

tered and is so marked.
I the motion is granted only in partf
denied as to another part, only so much of the
amendment as is covered in the grant of the

If the motion is granted the qmendment is
entered at the time decision on the motion is
rendered. If the motion is not granted, the
amendment, though left in the ﬁle, is not en-.

n an appllcatlon must;
e, 1f any. Money
ngofa proposed -

motion is entered, the remmnmg part heing in-

 dicated and marked “not entered” in penml
{See Rule 266. ) ,

330

. Ex parte Quayle, 1935 C.D. 11; 453 O

3

, hln 2% 'xxstance the apphcant is informed ofk |

: thmn of the amendment in the first
 case following the termination of
nce. If the case is otherwise ready

pplicant is notified that the applica-
llowable and the Notice of Allowance
nt in due course, that prosecution is
_,o w hat extent the amendment has ,

s a m)mllar\ to tlns pmctlce, it fo‘lm\s tlmt o
where prosecntmn of the winning application
had been closed prior to the declaration of the
interference, as by being in condition for issue,
that apphcatlon may not be reopened to further

_prosecution followmg the interference, even
_though additional claims had been presented

under Rule 231(a) (2). The interference pro-
ceeding was not such an Office action as relieved
the case from its condition as the doc

It should be noted at this pomt that, under
the provisions of Rule 262(d); the termmatlon
of an interference on the basis of a disclaimer,
concessich of priority, abandonment of the in-
vention, or abandonment of the contest filed by
an appllcant operates withput further action as
a direction to cancel the claims involved from

the application of the party making the same. i

Rev. 23, Jan. 19706
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e by reason of
interference 1n-

_ 1£, however, the application of the winning
ntains an una d Office action, the
i plicant of this

nse e Office action
C period of two months
eir respective conditio: uch notice. See Ex
, where no appeal to 4 , ( 8: 52% 0.G. 3. This
d Patent Appeals was re is not to nstrued as requiring
interference may . = the ening of the case if the Office action
d the prosecution before the Exam--

%a‘rtiés are subject:

anguage is suggested for noti-
] n 1! : _party that his application
: Exam 7 that actx contains a; ered Office action: -
has been terminated. The date when the pri-  [1] “In > No. .. has bx
ority decision becomes final does not mark the inated by a decision favorable to applicant. .
 beginning of a statutory period for responseby  Ex parte prosecution is resumed.
_ the applicant. See Ex parte Peterson, 1841 However, this application contains an
CD.& 55 0G.3 , : - unenswered Office actio s
_ If an application had been withdrawn from A SHORTENED STATUTORY PE-
. issue for interference and is again passed to RIOD FOR RESPONSE TO SUCH

_ issue, a notation “Re-examined and for ACTION IS SET TO EXPIRE TWO

jssne” is placed on the file wrapper together  MONTHS FROM THE DATE OF THIS
 with a new signature of the Primary Exam- “LETTER>» P
~_iner in the box provided for this pury " The winning party, if the prosecution of his

Such & notation will be relied upon ~ase had not been “closed, generally may be

" Yssue and Gazette Branch as showing th ,l,:&%owedadditiohaglandgpoader CI;ums 2& the
_ application is intended to be passed for issue common  patentable su ject matter. (Note,
_and make it possible to screen I())ut those appli- ~ owever inie Hoover Co., Ete, 1943C.D.338;
. cations which are mistakenly forwarded to the ~ ™ USPQ 111; 30 CCPA 927.)  The winning.
Issue and Gazette Branch during the pendency ~ F2T¥ of the interference is not denied anything

of the interference. % he wasn possession of prior to the interference,

See £1302.12 with respect to ]istiyng"" refs r has he acquired any additional rightsasa
erences diccussed in motion decisions.  result of theinterference. His case thus stands
A e T T e ' asit was priortothe interference. Iftheappli-
1109.01 The Winning Party [R-25] _carion was under final rejection as to some of its

ey , " ©°3  (laims at the time the interference was formed,

The winning party may be sent to issue de-  the institution of the interference acted to sus-

spite the filing of a suit under 35 U.S.C. 146 pend, but not to vacate, the final rejection.

by his oppenent in an interference solely in- After termination of the interference a letter

~ volving pending applications. Monacov. Wat- s ten the applicant. as in the case of any

son, 106 U.S. App. D.C. 142: 270 ¥, 24 335; 122 other action unanswered at the time the inter-

~ USPQ 564. In an interference involving a ' ference was instituted, setting a shortened pe-

~patent where the winning party is an applicant, riod of two months within which to file an
~ the Offire will not send the application to issue appeal or cancel the finally rejected claims.

193
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~_ Amendment.

sclaimer, cencessio
ment of tf\e' inventi

‘estoppe: nas
e lectege or refu
1ble subjec

ther action as a direc ' ;
involved from the applicat
making the same” { Rule 262(d))

ment of the contest has a L See
§1110. The interferenc di
_ claimed, conceded, or abandoned are acco
’ from the application of the
hich resulted in.

_ graph, clais
“ference counts in the app
party should be treate
 Rule 265, which provide
“stand finally disposed of wi

tion by the examiner and are not o

ther ex parte prosecution
‘pencil line should be dra , the claims
_ as to which a judgmen of priority ¢
applicant has been re ered, an

“Rule 265” should be = itten in th
" indicate the reason for the p ill

claims have not been canceled by he a
and the case is otherwise ready for issue
‘notations should be replaced by a line i
ink and t ds “Rule 265” in red
passing the case to issue, and the
notified of the cancellation by an Ex

, a‘ﬁ;plication after the interference, the applicant
~ should be informed that “Claims (designated
‘by numerals), as to which a judgment of pri-
ority adverse to applicant ‘has been rendered.

stand finally disposed of in ‘accordance with

- Rule 265.”

TIf. as the result of one or both of the two.

preceding paragraphs all the claims in the age-
plication are eliminated, a_letter should

written_informing the applicant that all the ‘
claims in his case have been disposed of. indi-

cating the circumstances, that no claims remain
subject to prosecution. and that the application
will be sent to the abandoned files with the
_ next group of abandoned applications, Pro-
ceedings are terminated as of the date appeal
or review by civil action was due if no appeal
or civil action was filed.

Rev. 25, July 1970

‘of the psrty
"Ayfba\ndgn-‘

estoppel, if the

Josing J) )
i

 Accordingly. a

If an action is necessary in the

ter to that effect need be sent.

he applicati
. Claims whi

. make, for lac

to the loser on the grounc
guish
the counts. i
stinc

ing prior iny

(inclu

~ cannot btain claims

erfere
1; 54 CCPA 1495.
)8 1S an 'ap‘Flicant,
he application
in Interfer-

may avoid a re
closure of a winning
received of the filing
7.8.C. 146, further action is withheld on the
pplication of the party filing the suit. No let

When the award of priority is b'a'syed'soy

~upon ancillary matters, as right to make,

is in favor of the junior party, the claims o;

_the senior party, even though the award o
priority was to the junior party, are not sub-

ject to rejection on the ground of estoppel,
through failure to move under Rule 231(a) (2)
or on the disclosure of the junior party as prior
art (Rule 257). s L ' L
If the losing party’s case was under rejection

at the time the interference was declared, such

rejection is ordinarily repeated (either in full
or by reference to the previous action) and, in
~addition, rejections as unpatentable over the

194




Examiner who
of this nature.

 Where the rejection is based on the issue of .

the interference, there is no need for

~ plicant to have a copy of the winning
drawinE, for the issue can be interpre

the light of the applicant’s own drawing

well as that of the successful party. T

It may be added that rejection on estoppel
through’ failure to move under Rules 231(a)

(2) and (3) may apply where the interference .

terminates in a judgment of priority as well as
v dissolution. See §1110.

where it is ended b L
However, Rule 231(a) (3) now limits the doc-

o8 trine lof"e:‘stoﬁpél,tek;sﬁbjéét» ma : o
__involved in the interference. See §1105.03.

- After dissolution of an interference any
amendments which accompanied motions to

Py ~ dissolve are entered to the extent that the "

motions were not denied. See §1i08. See
§1302.12 with respect to listing references
discussed in motion decisions. If the grounds

r dissolution are also applicable to the non-

\oving parties, e.g., unpatentability of the sub-
ject matter of the interference, the Examiner
shouid, on the return of the files to his Group,

reject in each of the applications ofthe,nona,‘:, :
moving parties the claims corresponding to the
_counts of the interference on the grounds stated

It is proper to'refer to the “ap-

f __—___-__., an adverse party in
. {Name) o e
-y’ but neither the Serial

- the lmg date of such application

should be iii{':lytidéd;in the Office action.

104.1 Rev. 25, July 1970



d so inform applicants or their -
eys y attempt is made to discuss
te t.hm inter partes quest.xons.

- an abandoument of‘ he contest operates as a
~direction to ' olved claims from
(Rule 262(d)).

for of the application, the interference shall be dissolved ‘

... as to that party, bot such dissolution shall in sobse- -
. oceedings have the same. e!!ect with respect to
I of

priority. e

Under thwe c1rcumstances, it should be noted
that, pursuant to the last sentence of Rule
262 (b) » SUp
test or the a

klllO 02 Action Hfter Dnssolutmn Un-

der Rule 231 or237 [R-26]

If followm the dlssolntlon of the mterfer-

ence under t
m t

The senior of the parties, in accordance with
Rule 257, is exempted from such rejection.
Where it is only the junior parties to the inter-
ference that have common subject matter addi-
tional to the subject matter of the interference,
the senior one of this subgroup is free to claim
this common subject matter. Rule 231(a)(3)
now limits the doctrine of estoppel to subject
matter in the cases involved in the interference.
See §§ 1105.03 and 1109.02.

1111 Miscellaneous ‘
1111.01 Interviews [R-16]

Where an interference is declared all ques-
tions involved therein are to be determined
inter partes, This includes not only the ques-
tion of priority of invention but ajl questions
relative to the right of each of the parties to

D B

on are ehm-
Q1 order t}

’f, pdrtlcll
~and disti

~ to the particula
. long, and 1o motion or paper can be filed in any
_interference which relates to or in which 1s

party who abandons the con-
pl n stands on the same foot-
ing os tlze losing party refelred, to in § 1109.02.

1111, 03 Overlappmg Apphcatmns
6]

ese circumstances, any junior
party files claims that might have been “included

Ze issue of the interference such claims
should be rejected on the ground of estoppel.

 When there are two or more interferences
pendmg in this Office relating to the same sub-

ject matter, or in which substantially the same

entees are parties thereto,
ord of the proceedings in each
erference may be kept separate

applicants or

in must be titled in and relate only
nterference to which they be-

joined another interference or m’xtter aﬁectmg"
another interference.

The Examiners are also dnrectca to file in
each interference a distinct and separate copy
of their actions, so that it will not be necessary

to ascertain the status of a particular case.

mony. All papers filed in violation of this prac-
tice will be returned to the pamea filing the

[R-2

Where one of several qpphcatlons of the
same. inventor or assignee which contain over-
lapping claims gets into an mterference, the
prosecution of all the cases not in the interfer-
ence should be carried as far as possible, by
treating as prior art the counts of the inter-
ference and by insisting on proper lines of di-
vision or distinction between the apphc'ltlons
In some instances suspension of action by the
Office cannot be avoided. See § 709.01.

Where an application involved in mterfcr-
ence includes, in addition to the subject mat-
ter of the interference, a separate and divisible
invention, prosecution of the second invention
may be had during the pendency of the inter-
ference by filing a divisional application for
the second invention or by filing a divisional
application for the subject matter of the inter-
ference and moving to substitute the latter
divisional application for the application orig-

Rev. 26, Oct. 1870

1l motions and papers sought to

to examine the records of several interferences

~This will not, however, apply to the testi-




the file, n corre-

\tion which has security status

107 and 107. 02). Claims will be

11 parties will be claiming
enncal subject matter. When

:I/alms suggested

ot patentable over the ap-

tatus) conflict with

However, the
e other apphcatlon) or (of

 does not permit the declara-

Accordingly, action on
nded for so long as this

e secuntv status from all

applications, a
~ The letter

e llll 05 Amendments F lled Durmg

Interf erence [ R—26]

The .dlsposmon of amendments filed in con- :

" nection with motions in applications involved
‘in an interference. after the interference has
~ been terminated, is treated in § 1108. If the

amendment is filed pursuant to a letter by the

Primary Examiner, after having gotten juris-
‘diction of the involved application for the pur-
~ pose of suggesting a claim or claims for inter-
ference with another party and for the purpose

. of declaring an additional interference, the

 Examiner enters the amendment and takes the
proper steps to initiate the second interference.

OTHER AMENDMENTS

When an amendment to an applieation in-
volved in an interference is received, the
Examiner inspects the amendment and, if nec-
essnry. the application, to determine whether
or not the amendment affects the pending or
any prospective interference. If the amend-
ment is an ordinary one properly responsive

Rev. 26, Oct. 1970 196

- ence purports to put the application in condi-

terference will be declared.”
e also indicate the allow-
ol lllty of the remammg claims if any. :

- the amendment is placed in the file and marked -

gen&mdm ink in t}}:a—
serisl and docket’ cards.

tion of the in ce, the s.mendmmt may

. be permanen: memtemd and considersd as in

e case of ordinary amendments filed during -
e ex parte prosecution of the case, ,
If the amendment. is one filed in o case where B
ex parte prosecution of an appesl to the Board

~ of Appeals is being conducted concurrently

with an interference roceeding

(see § 1108),

~and if it relates to the appeal, it should be

treated like any similar amemlment in an ordi-

V ~ nary appealed case
( 1nd1cat1ng the conﬂlctmg .

When an amendrhent ﬁled durmg mterfer-k

tion_ for another interference either with a
pending application or with n patent, the Pri-
mary Examiner must personal‘)y consider the
amendment sufficiently to determine whether,

_in fact, it does so.

If the amendment prosents nllowable clalms
directed to an invention claimed in a patent or
in another pending application in issue or ready
for issue, the Examiner borrows the file, enters
the amendment and takes the proper steps to
initiate the second interference.

‘Where in the opinion of the Examiner, the
proposed amendment does not put the applica-
tion in condition for interference with another
application not involved in the interference

“not _entered” and the applicant is informed
why it will not be now entered and acted upon.
See form at §1112.10. Where the amendment
copies clnims of a patent not involved in the
interference and which the Examiner believes
are not patentable to the applicant, and where
the application is open to further er parte
prosecution, the file should be obtained, the
amendment entered and the claims rejected,
setting a time limit for responge. If reconsidera-
tion is requested and rejection made final a time
limit for appeal should be set. Where the appli-
cation at the time of forming the interference
was closed to further em parte prosecution and
the disclosure of the application will, prima
facie, not support the copied patent claims or
where copied patent claims are drawn to a non-
elected invention, the amendment will not be
entered and the applicant will be so informed,
giving very briefly the reason for the n(mentry
of the amendment. See Letter Form in § 1112.10.




plncatmn not already.
“ence, the Examiner
once send the Pl::mary

~ tice of such motio ar
.+ should place this notice in said app jcation fi

The notice is customarily sent to the Gronp, :

- which declared the mterference since the a
“plication referred to in the motion is genera y
examin

ed in the same Group. However, if the

plication is not being examined in the same

G!;oup, then the correct Group should be ascer-

tained and the notice forwa

al purposes, and due attention must be given
' is received. First, the Exu:%lmer
this notice not to consider ex

Whlch are pending before the

' lings involving the

he appllcatxon whxnf‘; is the subject of the

ed to that Group.
This notice serves several useful and essen-

in interest. Second,

of testlmony h

, " ted aft r the takmg ,
mmenced, the Interference
Examiner will generally ‘defer consideration

of the matter to final hearing for determina- ; uey

tion by the Board of Patent Interferences.
In any case where the Examiner must de-
c1de the question of converting an application

' he must, of course, determine whether the le-

" treatment of the matter,

reqmrements for such conversion have
satisfied, just as in the ordmary ex parte
Also as in ex parte

" situations the Examiner should make of record

ion 18 in issue and the last date for paying |

~ the issue fee will not permit determination of
the motion, it will be necessary to withdraw
the application from issue. See form

in

§ 1112.04. Third, if the application contains an

~ affidavit or declaration under Rule 131, this

' must be sealed because the opposing pnrtxes ha\ e

~access to the application.

the formal n('knowled«rment of conversmu as o

- required by § 201.03.

A party may occasionally seek to subshtute
an application with a lesser or greater number

of applicants for the application originally in-

volved in the interference. Such substitution
is treated in the same manner as the conversion

of an mvo]ved upphcatmn as described above

f kllll .08 Reissue Apphcauon Filed

' 1111.07 Conversion of Application \

- From Joint to Sole or Sole

to Joint [R-26]

Although, for SImphcntv the subject of this
section is titled “Conversion of pplication
from Joint to Sole or Sole to Joint,” it in-

cludes all cases where an apphcatlon is con-

- verted to decrease or increase the number of

applicants. See § 201.03,
If conversion is attempted after dec]aratlon

of an interference but prior to expiration of the

time set for filing motions, the matter is treated

a8 an {nfer paries matter, subject to opposition.
That is, the filing of conversion papers during
this period whether or not accompanied by a
formal motion will be treated as a motion under
Rule 231(a) (5) and will be transmitted to the
Primary Examiner for decision after expiration
of the time within which reply briefs may be
filed, along with any other mations which may
have been filed. If conversion is permifted,

AR5 0~ T 8
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Wlnle Patent Is in .nierfer-, .
_ence [R—26] ,

Care should be. taken that a reissue of a pat-
ent should not be granted while the patent is
involved in an interference without approval

of the Commissioner.

If an application for reissue of a patent is "

filed while the patent is involved in interfer-
ence, that application must be called to the .
attention of the Commissioner before any ac-
tion by the Examiner is taken thereon.

Such applications are normally forwarded by
the Application Branch to the Office of the
Solicitor. A letter with titling relative to the
interference is placed in the interference file by
the Commissioner and copies thereof are placed
in the reissue application and mailed to the
parties to the interference. This letter gives
notice of the filing of the reissue application and
generally includes a paragraph of the followmg
nature:

The reissue application will be op(-n to in-
spection by the opposing party during the in-

Rev. 26, Oct. 1970




1111.09 Suit Under 35 US.C. 146

_ by Losing Party [R-20]

When a losing party to an interference gives
notice in his application that he has filed a

_ filing

civil action under the provisions of 35 US.C.

146, relative to the interference, that notice
f the Inter-

~ should be called to the attenti

ference Service Branch in o der that a notation
‘thereof can be made on the index of the
_ interference. .
‘When notice is received of the filing of a

suit under 85 U.S.C. 146, further action is

withheld on the application of the party filing

the suit. No letter to that effect need be sent.

Rev. 26, Oct. 1970
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e given the benefit of a fore:fn
ing laration notices only under
the circum s set out in § 1102.01(a). .
party having a foreign filing date which is no

accorded him in the declaration papers sho
file a motion to shift the burden of proof or for .
benefit of that filing date under Rule 231(a)(4)
considered on an infer

and the matter will be
portes basis. .
1111.11 Patentability Reports

The question of Patentability Reports rarely
arises in interference proceedings but the
roper occasion therefor may o« in decid-
ing motions. If appropriate ili
Report practice may be utilized
motions and the procedure shoul
closely as possible the ex parte P
Report practice. St




Consultat
 ence Examiner

1111.13

addition to the consultation

n with certain. motion ons in

. the Examiner should consult with a

atent Interference Examiner or a member of
the Board of Patent Interferences in any case

of doubt or where the practice appears to be

obscure or confused. In view of their spe-
cialized experience they may be able to suggest
a course of action \\']li(}il will avoid considerable
difficulty in the future treatment of the case,

1111.14 Correction of Error in Join-
' __ ing Inventor [R-23}

certificates correcting the mis-
joinder o inder of inventors in a patent
are referred tc ‘Solicitor’s Office for consid-
ation. If the patent is involved in interfer-
ce when the request is filed, the matter will be
sidered /nfer partes. Service of the request

Requ&stsf
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the opposing party will be required and any
pa rﬁrmy gm opposing party addressed to
he request will be considered if filed within 20

days of service of a copy of the request on the

posing party. Following this 20 days, the

. Law Exaniiner will consider the matter to the

extent of determining whether the request

_prima facie conforms to applicable law and

policy. During the interference, a copy of any
decision concerning the request will be sent to

_ the opposing party as well as to the requesting

})arty',Z'j Issuance of the certificate will be with-
1eld until the Interference is terminated since

evidence adduced in the interference may havea
_bearing on the question of joinder. See also

§ 140201, . |
1112 Letter Forms Used in Interfer-
ences L
Forms are found in Chapter 600 of the
Manual of Clerical Procedure which gives de-

tails as to the stationery to be used, number of
copies, typing format and handling.
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202,705

INVENT N

Evan C. Stoue,k‘
_Pregs Building
Washington, D. C, ,

Please find below. o ccmrry.'qnic‘a!ion from the EXAMINER in charge of .nis dpplicalipn.

" .Commissioner of Potents.

for the.purpose

APPLICANT SHOULD MAKE THE CLADM(S) BY

(allew not less than 30 days, ususlly 45 days), - FAILURE TO DO SO WILL o
\BE CONSIDERED A DISCLAIMER OF THE SUBJECT MATTER INVOLVED UNDER THE ‘

PROVISIONS OF RULE 203,

W.C,JONES :pcf
557-2804

1112.03 Same Attorney or Agent in Applications of Conflicting lhterests [R-23]

The following sentence is usually added to the letter suggesting claims: LR

Attention is called to the fact that the attorrney (or agent) i this application is also the
attorney (or agent) in an :11){))icat,i()11 of another party and of different ownership claiming
substantially the same patentable invention as claimed in the above-identified npplication.

Rev, 25 Jan, 1970 200



_ INTERFERENCE

1112.04 Letter Requesting Withdrawal From lIssue [R-23]

us. nennmmr OF COMMERCE
P-tontlbﬂﬂeo

Dste: ; : : ‘ Address Only: commssuousn OF PATENTS
" ‘ ' . , ~ Washington, D.C. 20231

A of s Pr imaty Examiner

subiect: Withdrawal from Issue: S; N.
Filed

(allowed)
, Director, Operation

It is requested that the above-entitled application be withdrawn

(Exawiner pro-

from issue for the purpose of

vides necessary reason, oOr desiggetesyene of a - e below).

The issue fee has (or has not) beenfpeid.

Respectfully,

Examiner

JCWILLIAMS:fwa

a, ..; interference another party hav1ng made cleims suggested
to him from this application. - :

b. ... interference, on the‘basis of claims

(specify) copied from Pat. No. g .
S interference applicant having made claims suggested to
him,

d. ... rejecting claims (specify) on the implied
disclaimer resulting from failure to make the claims
suggested to him under Rule 203,

e. ... deciding a motion under Rule 231(a) (3) involving this
application, the issue fee having been paid, or, the
motion cannot be decided prior to the ultimate date for

paying the issue fee.

‘ 201 Rev. 28, Apr. 15671



HANUAL OF PATENT nxmmmu ‘PROCEDURE

EXAMINERS INSTRUCTIONS

ARD OF INTERFERENCES: An interference is found 1o Qiiﬂ between the fotiowing

" s
SLASTY NAME OF FIRST TED ' ARPLK n " " - 7 b -
~ tmhfmnuru. 11020%a)

SERIAL NUMBER FILED mo ‘oAY.'YEAR) ‘After temination of this interference, this application

930' 6_5’5 gl . ‘ /q /? é 5 ;;le I;e“h.eld subject o further énminalécn under

Ls Accorded benefitof o i
SERAL nuMBER s ﬁ;@ /8 /& & 45} witt ve heid subject 1o fejection as unpatentable overme '

135ue in the event of an award of priotity zdvesse to

//é 5’?2 DATE “TF”EDD 75/,&,%,’7 sophicant.

OR ABANCONED

TROUGR INTERVENING JOATE o %G APPLICATION ?, DATE
APPLICATION SERIAL No LEILED e SERIAL NO. . jrued
i OATE PATENTER[] - P lgu': nﬂsnrzoﬁ

oR caanooxes [ OR ABANDONED D
—

LAST NAME OF FIRST LISTED “APPLICANT i 1t agplicable, check and/or fill in approgriate m— :
: - s o . graphs from M.P.E.P. 1102.0%a)

at1ev termination of this interference, this mhunon ;
wil? e held subject to further examination m« G
Ruie 266. ;

Clatms ;éj 7 /uz

witi e held subject to rejection as unpateatibie over fhe
isswe in the event d 20 award of priority adverse 10
apphiLant.

T OR ABXMOONES ju] oalo 51/753 5 :
RN EEANG [N 2 ? / ?63 SERASRCATION 2, ] /(/ /764
Z

“foave eatenTes [ ' v ~ loaTe sifrENTEO ) k
457)/23 (] ﬁ’/ ?“ 76"4‘ !on ABLNDGNED g-j‘jjﬁl'
: e, ¢ and/of n appropeiate para— .- ]

R ABANSSHED
mﬂs fmnMPEP. 1102. OI(a)

LAST NAME OF FIRST LISTED "APPLICANT"

After mmmanm ot lhls interference, this application

) SERI AL NUMBER TR EILED . SaAv. YEAR o
: : ! et lo {uﬂhef eumm.ﬂvon mdef

» “Accorded benefit of

/e neld subject o re;ecmm as unpalcnfab(e over the

SERIAL NUMBER . . JOATE
Caer 3 : ¥ .
1 .'.’..';E° s . 'isEee in the event of an award o' prigtity a&verse to

DATE PATENTED [ : : rmgant.
OR ABANSOMNED g ; A

THARZLGH INTERVENING - FOATE : : ANS BBBLI CATE

~ . FILED { i Y SER R, RO T FILED

APPLICATION SERIAL NG, ; : ;
oaTe PaTENTES ) S G InatE MATENTED LY
on asanocneo (L) i e lor amanoosen [

- THE RELATION OF THE COUNTS TO THE CLAIMS OF THE RESPECTIVE PARTIES i iSiCATE THOSE MODIFIED)

: c’ouNTS i NAHEOF PAR{;Y a/ NAME OF. ﬂARTZ nAng or‘ PARTV‘ : : 3 #’AH! OF PARTY
: _Z (7 ‘ R 1
Z 9
£ 2. feet)
S@l 1 ¢ oo
-

Have modified counts not ammn; n any application typed on a separate gheet and attach to Shis form.
® The serial number and filing date of each agpiization the benefit of which is intended to e sciorded must be listed, it is not satficient (o
merefy Hist The egriiest application if there gce ntervening applications necessary for Lontimyity.

B ALY X 1Y

GROUP CATE (. SIGHNATURE 5F BRMMARY EXAMINER

230 ( Cer ol /& /TEY %,&AW{ & Fecdtiennie
/

Clerk’s lngtructions: / Do :

. Oblais a2 title seport for all cases and intigde a copy, e 3. Fureerd all files nnc!udnu thase benefit of which 1s

2, Returs trensmittal shp PO=261 ot PO=262 1 the Bosed o1 Appeals. be:ng arcorded.

FOML PO~855

Revised V7Y ULCOMMTE 20874 Doty

Rev. 28, Apr. 1971 K



m&nmnmxcn . o 1112.08

'1112 08 anary Exammer Imtianng Dusoluuon of Interfcrence Rule 237 (a)

[R—25]

ca ' ;when the mterference is before the Primary
tion. Sufficient copies of this form should be prepared and ;

sent to the Patent Interference Examiner so that he may send a copy to each part3

u.s. DEPARTMEM OF COMMERCE
Office

Address ofwy:f COMMISSIONER OF PATENTS
: - Washington, D.C. - 2023

In re Intf. No. 98,000
John Willard

Vo
Luther Stone

’ éf Rule 237, ‘your attention iacnlled
toie) the fouf 18 pate e ' | L
197,520 - Jolu . TEvva 214-26

| . 4-1950 | 214-26
nd 2 are considered qnp@:cnﬁ@bie’ovef either of
(:en,j’ fof,' the foiléﬁing re"a_lokn‘ltk .

zxminet discusses the eferences.)

MMWard:pcf

Copiee to:

John Jones
133 Fifth Avenue
New York, New '{ork 113-"6

Leonard Smith
460 Munsey Building
Washington, D. C. 20641

PATEXTEE INVOLVED

If one of the parties is a patentee, no reference should be made to the patent claims nor to
the fact that such claims correspond to the counts.  See § 110L02(f), last paragraph.  However,
this restriction does not apply to claims of the applieation. Language such as the follm\mg is
suggested : “Applicant’s claims—are considered  fully met by (or unpatentable overy the--

reference.”

203 Rev, 25, July 1970



521,316 July 1, 1965

< FRING DATE T SERIAL NO.

GR.ART UN.

Richard A. creen . , |

APPLICANT | s INVENTION

PIPE CONNECTOR

. r_ , chairlés A, bonnelly
1 123 Main Street
Dayton, Ohic 65497

l_

_J

Please find below a commynicd!iorp from the EXAMINER in chorge of this application.

Commissioner of Patents,

‘The amendment filed ' _ has not now been

entered'uuce it does not place the case in condition for another

interference,

(Poilov with eppropriate paragraph, é.g.;, (a) or (B) :

below:)

(a) Applicant has no right to make claims

because (otite reason bfieﬂy). (Use where applicant yccnnot make

claims for interference with another application or vhere appli-

cant clearly cannot maske claims of a patent,)

(b) Claims ere directed to a species

which is not presently allowsble in this case.

Z,GREEN :ne
557-2802

874464 070 5 205 Kev, 23, Jan. 1970





