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. or Drawings .
608.04(b) By Preliminary Amendment

060804 (c) Review of Examin
Rule 51. Genern:

plications for paten

application. Ap-

- sioner of Patents. A m!hplete nppli(:atibn comprises :
~{a) A petition or request for a patent, see rule 61.

1b) A specification. including a claim or claims (a)

rules 71 to 7T, o o -

© {¢) Anoath ordeclaration, see rule 65. ;
(1) Drawings, when necessary, see rules 81 to 88.
(e) The prescribed filing fee. (See rule 21 for filing

rma,) . e

- GuipeLINEs ForR DrarriNe A Mopber PatexT
ArrLicATION ‘

The following guidelines illustrate the pre-
ferred layout and content for patent applica-
_tions. These guidelines are suggested for the
applicant’s use. e ,

Arrangement and Contents of the Speciﬁcatz'on

The following order of arrangement is pref-
erable in framing the specification and, except
for the title of the invention, each of the lettered
items should be preceded by the headings
indicated. o -
_{a) Title of the Invention. ,
 (b) Abstract of the Disclosure. '
(¢) Cross-References to Related Applica-.
tions (if any). '
(d) Background of the Invention.
1. Field of the Invention,
2, Description of tiie Prior Art.
(¢) Summary of the Invention. .
(f) Brief Description of the Drawing. .
. (g) Description of the Preferred Embodi-
~ ment(s). : '

~ (h) Claim(s).
(a) Title of the Invention: (See Rule
' 72(a;.) The title of the invention should be
placed at the top of the first })aﬁm of the specifi-
cation, It should be brief but technically
accurato and descriptive, ‘

(b) Abstract of the Disclosure: (See Rule
72(b), and section 605.01(b).)

(¢) Cross-References to Related Applica-
tions: (See Rule 7% and section 201.11).

(d) Background of the Invention: The
specification should set forth the Background
of the Invention in two parts:

(1) Field of the Invention: A statement
of the field of art to which the invention
pertains. This statement may include a
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_to the Commis

_ing(s) as set forth in Rule 74.

bodiment(s) of the invention as required in
Rule 71. The description should be as short and
specific as is mnecessary to adequately and
- accurately describe the invention. ,

(2) Description of the Prior Art: A para-

~ graph(s) describing to the extent practi-
cal the state of the prior art known to
the applicant, including references to

specific prior art where appropriate.

Where applicable, the problems involved
applicant’s invention, should be indi-

cated. , \ T :
(e) Summary: A brief summary or general

statement of the invention as set forth in Rule

- 73. The summary is separate and distinct from

the abstract and is directed toward the inven-
tion rather than the disclosure as a whole. The

summary may point out the advantages of the

invention or how it solves problems previously
existent in the prior art (and preferably indi-

~ cated in the Background of the Invention). In

chemical cases it should point out in general
terms the utility of the invention. If possible,

the nature and gist of the invention or the
inventive concept should be set forth. Objects

of the invention should be treated briefly and

only to the extent that they contribute to an

understanding of the invention, ;
(f) Brief Description of the Drawing: A

reference to and brief description of the draw-

(g) Description of the PreferredE'mbo’dz'-
ment(s): A description of the preferred em-

Where elements or groups of elements, com-
pounds, and processes, which are conventional
and generally widely known in the field to
which the invention pertains, form a part of
the invention described and their exact nature
or type is not necessary for an understanding
and use of the invention by a person skilled in
the art, they should not be described in detail.
However, where particularly complicated sub-
ject matter is involved or where the elements,
compounds, or processes may not be commonly
or widely known in the field, the specification
should refer to another patent or readily avail-
able publication which adequately describes
the subject matter.

(h) Claim(s): (See Rule 75.) A claim may
be typed with the various elements subdivided
in paragraph form. There may be plural inden-
tations to further segregate subcombinations
or related steps.

Reference characters corresponding to ele-
ments recited in the detailed description and

in the prior art, which are solved by the




order of scope so that the :ﬁfst claim present
is the broadest. Where separate species are
claimed, the claims of like species should be
grouped together where ible and physically
separated by drawing a line between claims or
groups of claims. (Both of these provisions may
not be practical or possible where several species
claims depend from the same generic claim.)
~ Similarly, product and process claims should
be separately grouped. Such arrangements are
for the purpose of facilitating classification

and examination. ‘ o
The form of claim required in Rule 75(e) is

particularly adapted for the description of

improvement type inventions. It is to be con-

sidered a combination claim and should be

drafted with this thought in mind.

In drafting claims in accordance with Rule
75(e), the preamble is to be considered to posi-
tively and clearly include all the elements or

steps recited therein as a part of the claimed

combination.

Oath or Declaration

(See Rule 65.) Where one or more previously
filed foreign applications are cited or mentioned

in the oath or declaration, complete identifying
data, including the application or serial num-
ber as well as the country and date of filing,
should be provided.

THE APPLICATION |

The petition, specification, and oath or dec-
laration must be in the English language and
must be legibly typewritten, written or printed
in permanent ink. See Rule 52 and § 608.01.

he parts of the application may be included
in a single document, and an approved single-
signature form may be used.

Determination of completeness of an appli-
cation is covered in § 506.

The petition, specification and oath or dec-
_laration are sccured together in a file wrapper,
bearing appropriate identifying data including
the serinl number and filing date (§ 717).

- §201.07.
be Design application

~ plication (

601 Petition

_where in the application.

. specification and oath or declaration, otherwise it must
" be signed by the petitioner. ' a

34.1

601.02

Rule 147 Division applications § 201.06.
Streamlined Continuation  applications

~ Reissue applications § 1401.
hapter 1500.
_Plant applications, Chapter 1600. :
- A model, exhibit or specimen is not required

as part of the application as filed, although it

may be re(ﬁlired in the prosecution of the ap-
ules 91-93, § 608.03). '

Rule 59. Papers of complete application not to be
returned.” The papers in n complete application will
not be returned for any purpose whatever. If appli-
cants have not preserved copies of the papers, the
Office will furnish coples at the usual cost.  See rule
87 for return of drawing. ~ j

See, however, § 604.04(a). [R-25]

[R-22] |

Rule 61. Petition. (a) The petition must be addressed
to the Commissioner of Patents and request the grant
of a patent. The residence, and post office address of the
petitioner must appear in the petition if not stated else-
The petition need not be

separately signed when part of and attached to the

(b) The power of attorney or authorization of agent
may be incorporated in the petition. :
Petitioner’s or applicant’s post office address

is discussed in § 605.03.
~ The petition need not be dated.

601.01. ‘Amendment of Petition
[R-22]

Those portions of the petition other than the
post office address (see §605.03) may be
amended by the attorney. ‘

601.02 Power of Attorney or Author-
ization of Agent [R-22]

The attorney’s or agent’s full post office ad-
dress (including ZIP code number) should be
given in every power of attorney or authority
of agent. The telephone number of the attorney
or agent may also be included in the petition.
The prompt delivery of communications will
thereby be facilitated.

Usually a power of attorney or authorization
of agent is incorporated in either the petition
or single signature form. (See §§402 and
605.04(a).

Rev. 25, July 1970




602 Ongmal Oath or Dechmnon

Rtlc 635. Statement of Appliam . (a)(1) The ap-
plicant, if the inventor, must state that he verily be-
lieves himself to be thev,origiml and first inventor or

7 iachine, manufacture, com-
. position of matter, or improvement thereof, for which
he solicits a patent: that he does not know and does
not believe that the same was ever known or used
in the United States before his invention or discovery
thereaf, and shall state of what country he is a citizen
and where he resides, and whether he is a sole or joint
inventor of the invention claimed in his app
every original application the apphcant m
state that to the best of his knowledge and beli
vention has not been in public use or on sa
United States more than one year prior to i plica-

tion or patented or described in any printed publication :

in any country before his invention or more than one
¥ear prior to his application, or patented in any foreign
country prior to the date of his application on an appli-
cation filed by himself or hi legal representathes or
assigns more than twelve. months ;,prior to his appli-
cation in this country. He shall state whether or not
any application for patent on the same invention has
been filed in any foreign country, either by himself
or by his legal representatives or assigns. If any
such application has been filed,” the applicant shall
name the country in which the earliest such application
was filed, and shall give the day, month, and year of its
filing; he shall also identify by country and by day,
month, and year of filing, every such foreign applica-
tion filed more than twelve months before the filing of
the apphca tion in this country

(2) Thig statement (i) must be subscribed to by the
applicant, and (ii) must either (a) be sworn to (or
affirmed) as provided in Rule 66, or (b) include the
personal declaration of the applicant as prescribed in
Rule 88. See Rule 153 for design cases and Rule 162
for plant cases. .

(b) If the application is made as provided in Rules
42, 43, or 47, the applicant shall state his relationship
to the inventor and, upon information and belief, the
facts which the inventor is required by this rule to

state.

(c) An additional statement may be required if the

application has not been filed in the Patent Office within
a reasonable time after execution of the original state-
ment.
Rule 68. Declaration in Liew of Oath. Any docu-
ment to be filed in the Patent Office and which is re-
quired by any law, rule, or other regulation to be under
oath may be subscribed to by a written declaration with
the exception of testimony relating to interferences and
other contested cases covered by rules 271 to 286. Such
declaration may be used in lieu of the oath otherwise
required, if, and only if, the declarant is on the same
document, warned that willful false statements and
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_ must set forth in the body of the

etatem ts made of his own knowledge are true and
that all statements made on information and belief are
believed to be true
18 U.KR.C. 1001. 8 atcnmtts or cntries yenemuy
Whoever, in any matter within the jurisdiction of
any department or agency of the United States know-
ingly and willfully falsifies, conceals ‘or covers up by

- any trick, scheme, or device a material fact, or makes

any false, fictitious or fraudulent statements or repre-
sentations, or makes or uses any false writing or docu-
ment knowing the same to contain any false, fictitious
or fraudulent statement cr entry, shall be fined not
more than $10,000 or xmprisoned not more than ﬁve
vears, or both. '

A Rule 68 Dec]aratxon need not be rlbboned

to the other papers, even if signed in a country

ted States. When a Declara-
tion is used, it is unnecessary to appear before
any official in connection with the ma mg of the
Declaration. It must, however, since it is an
integral part of the agphcatlon, be maintained
together therewith. ted forms for dec-
larations are located in t% back portion of the
“Rules of Practice” booklet.

fereign to the

' ﬁeetatute, 35 US.C. 25, the Commissioner
has

n empowered to prescrlbe instances when
a written declaration may be accepted in lieu

~ of the oath for “any document to be filed in the

Patent Office”.

The filing of a written declaration is accept-
able in lieu of an original application oath that
is informal.

The applicant must state that no forelgn ap-
plications have been filed, if such is the case.
If all foreign apphcatlons ‘have been filed
within twelve months of the U.S. filing date,
he is required only to recite the first such
foreign application, and it should be clear that
the foreign application referred to is the first
filed foreign application. The applicant is
required to recite all foreign applications filed
more than twelve months prior to the U.S.
filing. Tt is desirable to give the foreign serial
number as well as the filing date of the first
filed foreign application, especially if the inven-
tor’s name will not appear in a certified copy of
said foreign application.
The single signature forms mentioned in
§ 605.04 (a) includes the oath or declaration.
An oath or declaration which refers to appli-
cant as “the petitioner” need not contain
applicant’s name in the body thereof.

In the oath, the jurat must be filled out, and
the word “sole” or “only” must appear if there

34.2



1gmal first and j ]o 't,mven-‘
&,B et

’as he fact%~

in many states mcludmg Alabama, Louisi-
ana, Maryland, Massachusetts, New Jersey, New

York Rhode Island, South Carolina and \'lr- ’

_ ginia need not be xmpressed with a seal. ,
If a claim is presented for matter not orlg-
inally claimed or embraced in the original
_statement of invention in the speclﬁcatlon a
‘supplemental oath is requlred Rule 6( § 603

602.01 Oath Cannot Be Amended

The wording of an oath or declaration cannot
be amended. If the wording is not correct or if
all of the required affirmations have not been
made or if it has not been properly subscribed
to, a new oath or declaration must be required.
However, in some cases a deficiency in the oath
or declaration can be corrected by a =upp1e-
mental paper and a new oath or declaratxon is
ot necessary.

For example, if the oath does not set forth
evidence that the notary was acting within his
jurisdiction at the time he administered the
oath a certificate of the notary that the oath

was taken within his jurisdiction will correct

the deﬁclency See §§ 602 and 604. 02

602.02 New Oath or Substntute for
Original [R-25]

In requiring a new oath or declaration, the
Examiner should always give the reason for the
requirement and call attention to the fact that
the application of which it is to form a part
must be properly identified in the body of the
new oath or declaration, preferably by giving
the serial number and the date of hlmgz This
is done in the first action by means of attach-
ment Form P-152 (see § 707.07(a)). ,

Where neither the original oath or declara-
tion, nor the substitute oath or declaration is
complete in itself, but the two taken together
give all the required data, no further oath or
declaration is needed.

152 (ses §707.0

point out, maki f atts :
. (a) ), every 'deﬁclency in a
declaration or oath and require that the same be

remedied. However, when an application is
_otherwise ready for issue, an Examiner with

full signatory authonty may waive the follow-

. ing minor deficiencies:

. A delay of somewhat more than five weeks

_ plus mailing time in filing after the time

~ of making the declaration, or the time of
_execution in the case of an oath.

. Residence of an applicant if a post oﬁce
address is given. ,

. Mulllor deficiencies in the execution of an
oat ;

. Minor deficiencies in the body of the oath
where the deficiencies are self-evidentl
cured in the rest of the oath, as in an oat.
of plural inventors couched in plu lural terms

except for use of “sole” for “joint,” par-

ticularly where “sole inventors” is as-
_serted. In re Searles, 164 USPQ 623.

If any of the above are waived, the Examiner =~

should write in the margin of the declaration or
oath a notation such as “Stale date of declara-
tion (oath) waived; apphcatlon readv for 1ssue”

’ and initial.

602.04 Forelgn Executed Qath
[R-25]

An oath executed in a foreign country must
be properl_} authentlcated See § 604 and Rule

602.04(a) Foreign Executed QOath Is
Ribboned to Other Appli-
cation Papers [R-21]
Eztract from Rule 66. (b) When the oath is taken
before an officer .in a country foreign to the United
States, all the application papers, except the drawings,
must be attached together and a ribbon passed one or
more times through all the sheets of the application,
except the drawings, and the ends of said ribbon
brought together under the seal before the latter is
affixed and impressed, or each sheet must be impressed
with the official seal of the officer before whom the
oath ig taken. If the papers as filed are not properly
ribboned or each sheet impressed with the seal, the
case will be accepted for examination but before it
is allowed, duplicate papers, prepared in compliance
with the foregoing sentence, must be filed.

Note that a Declaration in Lieu of Applica-
tion Oath (Rule 6%) need not be rlbboneJ to the
other papers. Tt must, however, be maintained
together therewith.
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The time ela
tion of the oat
date of the ap

or declaration the filing
compliance with Rule 65(c). I

‘able time has elapsed, the E 1

for a new oath or decla.ratmn.'

tutes a reasonable time is a

in the particular case. (Five weeks plus time
of transmission in the mails was considered
reasonable under the circumstances of Ex parte
Heinze, 1919 C.D. 67; 265 O.G. 145). The
“Notice of informal Patent Application™ attach:
ment form PO-152 is used to notify applicant
that his oath or declaration is stale.’

If no date of execution appears, applicant is
requn'ed to file either a new oath or declaration
or a certificate from the notary giving the actual
date when the oath wastaken.

602 05 (a) Oath or Declaration in  Di-

vision and Continuation
~ Cases [R-25]

Where the date of filing the apphcatlon is
not the date that determines the statutory
twelve months’ period, as in divisional and
continuation cases, it is immaterial, so far as

concerns the acceptablhty of the oath or decla-
ration, how long a time intervenes between the

execution of the oath or declaration and the
filing of the application.

When a divisional application is 1dent1cal
with the original application as filed, signing
and execution of the oath in the divisional case
may be omitted. (See Rule 147, § 201.06.)

Ina streamlined continuation application, the

oath or declaration of the parent application
can be used. Therefore, signing and execution of
a new oath or declaration in the streamlined
continuation is not required. See § 201.07.

603 Supplemental Oath or Declaration
[R-25]

Rule 67. Supplemental oath or declaration for mat-
ter not originally claimed. (a) When an applicant pre-
sents a claim for matter originally shown or described
but not substantially embraced in the statement of
invention or claim originally presented, he shall file
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_ a supplemental ocath or de
lication should be checked for :-

uestion of judg-
ment to be determined by all the circumstances

ation to the effect that
the subject matter of the prommd amendment was part

. ey  ofhis inmm that he d
d between the date of execu-
' ‘scribed,ih ¥ pﬁnted pnbllcation in any country hefore

nvention or discovery thereot. or more than one
year before his application, or in pnblic use or on sale
the United States for more than one year before the

_ date of his application, that said invention has not

- been patented in any foreign country prior to the date
of his _application in this country on an application filed
by himsself or his legal representatives or assigns more
than twelve months prior to his application in the

tates. and has not been abandoned. Such sup-
plemental cath or declaration should accompany and
properly identify the proposed amendment, otherwise
the proposed amendment may be refused consideration.

(b) In proper cases the oath or declaration here re-

- .quired may be made on informatlon and belief by an
applicant otber than inventor

Rule 67 requires in the su plemental oath
or declaration substantially al{) the data called
for in Rule 65 for the original oath or declara-
tion. As to the purpose to be served by the sup-
plemental oath or declaration, the Examiner
should bear in mind that it cannot be availed
of to introduce new matter into an application.

603.01 Supplemental Oath Filed After
~ Allowance [R-25]

Since the decision in Cutter Co. v. Metro-
politan Electric Mfg. Co., 275 Fed. 158, many
supplemental oaths covering the clalms in the
case have been filed after the case is allowed.
Such oaths may be filed as a matter of right
and when received they will be placed in the
file by the Issue Branch, but their receipt will
not be acknowledged to the party filing them.
They should not be filed or considered as
amendments under Rule 312, since they make
no change in the wording of the papers on
file See § 714.16.

604

Administration or Execution of
Oath [R-21]

Extract From Rule 66. Officers authorized to ad-
minister oatks. - (a) The oath or affirmation may be
made hefore any person within the United States au-
thorized by law to administer oaths, or, when made in




: before whom the oath or amrmation is made in this‘ k~. .
;.;countrv is not provided with a seal, hiz official charac-

_ter shall be_ established by competent evidence, as by
s certificate froma
‘proper officer having a seal. .
See section 602. O4(a) for forelgn executed
oath.

604.01 Seal [R—21]

When the person before whom the oath or
affirmation is made in this country is not
vided with , his official character shalil be
established by competent evidence, as by a cer-
tificate from a clerk of a court of record or
other proper, officer having a seal, except as
noted in section 604.03(a), in which situations

no seal is necessary. When the issue concerns the
authority of the person admmxstermg the oath,

the Examiner should require proof of author-
ity. Depending on the jurisdiction, the “seal™
‘may be either embossed or rubber stamped. The
latter should not be confused with a stamped
legend 1nd1catmg only the date of expiration of
the notary’s commission.

See also section 602.04(a) on forexgn executed
oath and seal. In some jurisdictions, the seal of
the notary is not required but the official title of
the officer must be on the oath. This applies to

~Alabama, California (certain notaries), Lou-
isiana, Maryland, Massachusetts, New Jersey.
New York, Ohio, Puerto Rico, Rhode Island.
South Carolina and Vi xrgmla.

604.02 Venue [R-21]

That purtion of an oath or affidavit indicat-
ing where the oath is taken is known as the
venue. Where the county and state in the
venue agree with the county and state in the
seal, no problem arises. If the venue and seal
do not correspond in county and state, the
jurisdiction of the notary must be determined
from statements by the notary appearing on the
oath, or from the listing at section 604,03,
Venue and notary jurisdiction must correspond
or the oath is improper.  The outh should show
on its face that it was taken within the jnrisdie-

of a court or ‘record or otber :

- Louisiana

g aﬁw or naury Thxs

r in the venue or in the

, Otherwise, a new oath, or
tificate of th ry that the oath was
within his jurisdiction, must be required.

Ex parte Delavoye, 1906 C.D, 320; 124 O.G.
26; Ex parte Irwm, 1928 C.D. 13 367 O.G.
701,

The followmg language may be used in an
Office action where the venue is not shown:
[1] The oath in this application lacks the
, statement of venue. To correct this defect, ap-
_plicant is required to furnish either a new
oath in proper form, identifying the applica-
_tion by serial number and date of filing, or a
certificate by the odficer before whom the
nn%mal oath was taken stating that he was
within his ]unsdutlon when he administered
that oath. ~
Where the seal and venue differ the appro-
priate statement on the “Notice of Informal
Patent Application” form PO-152 should be
checked. ~

604.03 Notaries and Extent of Juris-
 diction

The extent of the jurisdiction of the notarles :
in the various states is given below.

COUNTY ONLY

: Texas
Mississippi

VARIABLE JTURISDICTION

(See ‘explanator’y patagraplls below)

Missouri (e)
Nebraska (a)
Ohio (f)
Tennessee (g)
Virginia (h%’
West Virginia (d)

Alabama (a)
Florida (b)
Hawaii (c)
Iowa (d)

Kansas (e)
Kentucky (d)

STATEWIDE
All other states

(a) Alabama and Nebraska notaries are ap-
pointed for connties and for state at Jarge.

ib) Florida notary commissions are cus-
tomarily for state at large but may be restricted
by commission to less than the state at large,

(¢) In Hawaii it is generally limited to the
judieial eireuit.

¢y In lowa, Kentucky and West Virginia it
is Hmited to county for which appointed, but
notary in any county ay qualify and aet as
notary in any other countyv.
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3(a) ; ,
() The jurisdiction of Kansas and Missouri
notaries is coextensive with county of appoint
ment and adjoining counties. , .

(f) In Ohio,notaries other than a&orn by
appointed by the Governor for a term of

and ha\tr:dpower to act only in county for which
 appointed. An attorney or any person certified
by a judge of the court of common pleas of the
county in which he resides as qualified for the
duties of official stenographic reporter of such
state, may, however be commissioned for the
entire state. The extent of jurisdiction is stated
near the notary’s signature. .
(g) Tennessee notary publics commissioned
in one county may file in county court of any
other county and thereupon may exercise the
fun of his office in such other county. In
such cases, however, notary must attach to his
certificate a statement that he is qualified in the
county in which he acts. Notaries at large are
commissioned by the Secretary of the State.
Notagy’s signature must indicate that he is so
qualified. Special seal is prescribed by the Sec-
retary of State. . ‘

(h) In Virginia, notaries are limited to city
or county for which appointed except that
notary for city may act in county or city con-
tiguous thereto, and a notary for a county may
act in city contiguous thereto. Notaries may be
appointed for two or more counties and cities or
for the state at large. '

The notary does not have to state when his
commission expires but if he does so state, the
oath should be inspected to determine whether
or not the notary’s commission had expired at
the date of execution of the oath.

604.03(a) Notarial Powers of Some
Military Officers

Public Law 506 (81st Congress, Second Ses-
sion) Article 136: (a) The following persens
on active duty in the armed forces . . . shall
have the general powers of a notary public and
of a consul of the United States, in the per-
formance of all notarial acts to be executed by
members of any of the armed forces, wherever
they may be, and by other persons subject to
this code [Uniform Code of Military Justice]
outside the continental limits of the United
States:
(1) All judge advocates of the Army and
Air Force;
(2) All law specialists:
(3) All summary courts-martial;

(4) All adjutants, assistant adjutants, act-
ing adjutants, and personnel adjutants;

(5) ANl commanding officers of the Navy
and Coast Guard;
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cates and le

"tioslsfof’t'he armed forces or
_ (d) The signature without seal of any such

of his office, shall be

~ of the United States. Rule 66, section 604. This

() Al staff judge advocates and legal offi-

cers, and acting or assistant staff

gal officers; and , ~

) All other persons desi%mted by regula-
y statute.

judge advo-

person acting as notary, together with the title
prima facie evidence of

his suthority.

604.04 Consul [R-21]

When the oath is made in a foreign country,

“the authority of any officer other than a diplo-

matic or consular officer of the United States
authorized to administer oaths must be proved
by certificate of a diplomatic or consular officer

proof may be throngh an intermediary; e.g., the
consul may certify as to the authority and juris-
diction of another official who, in turn, may cer-
tify as to the authority and jurisdiction of the
officer before whom the oath 1s taken.

604.04(a) Consul-Omission of Cer-
tificate [R-21]

Where the oath is taken before an officer in
a foreign country other than a diplomatic or
consular officer of the United States and whose

_ authority is not authenicated, the application

is nevertheless given a filing date for purposes
of examination. The Examiner, in ﬂis first
Office action, should note this informality and
require authentication of the oath by an ap-
propriate diplomatic or consular officer. The
following language is suggested in requiring

o ‘authentication of an oath:

[1] “The oath is objected to as being informal
in that it lacks authentication by a diplomatic
or consular officer of the United States; Rule
66(a). This informality can be overcome only
by forwarding the original oath to the appro-
priate officer for authentication if applicant
wishes to preserve his original filing date, Ap-
plicant should therefore request return of the
oath for this purpose. Such request must be
accompanied by an order for a copy of the
oath to be retained in the file until the prop-
erly authenticated oath is returned. After the
oath has been authenticated, it should be re-
turned promptly to the Patent Office.”

At the time of the next Office action the
request for return of the oath, together with
the application file and the copy of the oath,
is submitted to the Group Director. If the
request is approved by him, the oath will be
returned to the applicant by the Examining
Group.




_ PARTS,

_ The filing bf;a declaration by the af hmnt ;
in lieu of an authentication of the original oath

cannot be accepted since the authentic

essential to preserve the original filing date.

604.05 Consular Fee Stamp |
All papers executed on or after June 28, 1955,

that formerly required the consular fee stamp,
are a,cceptable,without; such stamp.

38. 1

RM AND CONTENT OF APPLICATION

604.06

60406 By Attorney in Cme’

language of Rule 66 and 35 US.C

115 is such that an attorney in the case is no

longer barred from administering the oath as
notary. The Office presumes that an attorney
acting as notary is cognizant of the extent of his
authority and jurisdiction and will not know-

Rev. 21, July 106D



hibits the administering 3 tor (
ney in the case and hence the old till a . | | ,
lies 1 Co 8 A ne 605.02 Applicant’s Residence

reqnxmment.

, the law holds ; place of residence (not to be con-
Toper a Jor the  fuse is Post Office address) can be fur-
the applicat;  ni by the attorney. In the case of an ap-
plicatio plicant who is in the U.S. Army or U.S. Navy,
Te a statement to that effect is sufficient as to
_residence. For change of residence see
8§ 717.02(b). . '

When the post office address is supplied but

~_ the residence is omitted, the post office address

_ is presumed to be the city and state of his resi-
denc]e. Appl‘icanii shouliz1 be so not-ief('lled by usl;
ing la ge similar to that su on wor:
shget ?gll'rlnagle)O#IOOQ, which stgt%?t

[1] “Applicant’s residence has been omitted
_ from the papers. The city and state of his

post office address will be presumed to be the

city and state of his residence. If the above
is mcorrect, applicant should submit a state-
ment of his place of residence no later than at
the time of payment of the issue fee.” ~

If both the post office address and residence

are incomplete, not uniform or omitted, the

605 Applicant [R-24]

Rule 41. Applicant for patent. (2) A pa
applied for and the application papers must be signed
and the necessary oath or declaration executed by the
actual inventor in all cases. except as provided by rules

42,43 and 47 See rule 147.

__(b) Unless the contrary is indicated, the word “ap-
plicant” when used in these rules refers to the inventor.

. Joint inventors who have a for a patent, or to
the person mentioned in rules 42, 43, or 47 who has
applied for a patent In place of the Inventor.

Eztract from Rule }5. Joint inventors. - (a) Joint

_inventors must apply for a patent jointly and each
must sign the application papers and make the re-
quired oath or declaration: neither of them alone, nor

P0O-152 should be used.

“Notice of Informal Patent Application™ form

less than the entire number, can apply for a patent
for an invention invented by them jointly, except as
provided in rule 47. -

For convertibility from a joint to sole or sole
to joint application, see § 201.03.

Rule }6. Assigned inventions and patents. In case
the whole or a part interest in the invention or in the
patent to be issued is assigmed, the application must
still be made by the inventor or one of the persons
mentioned in rules 42, 43, or 47. However, the patent
may be issued to the assignee or jointly to the inventor
and the assignee as provided in rule 334.

This section concerns filing by the actual in-
_ ventor. If filed by other, see § 409.03.

Note
Streamlined  continuation  application,
§ 201.07. Disposition of application by in-
ventor, § 301.  Inventor dead or insane, § 409.

605.01 Applicant’s Citizenship

The statute (35 U.S.C. 115) requires an ap-
plicant to state his citizenship. Where an

Applicant’s Post Office Address
[R-24] o

~ Applicant’s post office address means under
" Rule 61 that address at which he customarily
receives hismail. The post office address should
include the ZIP Code designation.

The object of requiring applicant’s post of-
fice address is to enable the Office to communi-
cate directly with the applicant if desired;
hence, the address of the attorney with in- -
structions to send communications to applicant
in care of the attorney is not sufficient.

If the post office address is entirely omitted
it must be supplied by a letter over the appli-
cant’s own signature. Where, however, having
given complete data as to his residence, the
applicant identifies his post office address only
by street and number, it is assumed and so
accepted, that the city and state of his resi-
dence are the city and state of his post office
address.

Any amendment of the post office address re-
quires the signature of the applicant himself.

605.03
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t ;,ppylicam’s
Name [R-24]

nature. The application must be
in person. The signature of the oath

i1l be accepted as the signature othe

the oath or de

The signing and execution by the applicant

of certain Divisional and Streamlined Contin-
uation applications may be omitted. Rule 147,
§8 201.06 and 201.07. o
NorE: Signature to response see §§ 7114.01(a)
to (e). g " |
- 605.04(a) Signature Form
| [R-24] -

The single signature form should be exe-
cuted only when attached to a complete appli-
cation as the last page thereof. Such forms

~are shown as 16 and 16a in the List of Forms in

the Rules of Practice booklet. ' f

605.04(b) Full First Name Required

[R-24]

All applications which disclose the full first

and last names with middle initial or name,
if any, of the applicant at any place in the
a%plicat-ion papers will be received and con-
sidered as a sufficient compliance with Rules
57 and 76 of the Rules of Practice.

When the full first name of the applicant
does not appear either in the signature or else-
where in the papers the Examiner will, in
the first official action, require an amendment
over applicant’s signature supplying the omis-
sion, and he will not pass the application to
issue  until the omission has been supplied
unless a statement be filed over the applicant’s
own signature setting forth that his full first
name is as signed or what is in fact his full
first name.

No affidavit should be required.

Rev. 24, Apr. 1970

Sigmluré and

~ the printer takes the name frc
the file wrapper, the middle name or initial
should be added thereto in red ink. '

7 requires “full names”. The full firet

name must appear somewhere in the papers as
; 5 it s

filed. Otherwise, appropriate
written with

" Tn the first Office letter, call attention to the
lack of uniformity and request information

__over the applicant’s signature as to the correct

form of his name, together with any necessary

endment. . S
‘applicant, in reply, gi

the middle name or ini

by any instructions to am ;

name, the reply may be interpre

tion to cancel the middle name or

the application. It is necessary however, that

_ such surplus portion of the name, if it appears

printed on the drawing, should be removed
therefrom. This can be done by the Office

draftsman.: ... ar
If applicant gives the name with the middle

~_name or initial, interpret the reply as a direc-
~ tion that the middie name or initial is to be

nted patent. As
from the face of

used in the name on the

_If applicant fails to answer the request and
the case is otherwise ready for issue, prepare
an Examiner’s Amendment indicating that the
name on the drawing has been corrected to
correspond with the signature or signatures.
have the Draftsman correct the drawing, and
pass the case to issue. This cannot be done if

there are inconsistencies in the signatures of the

same applicant. :

There should be uniformity notwithstanding
that lack of it is not sufficient to affect the
validity of the patent. ' ,
When the name on the file wrapper is cor-
rected, the file should be sent to the Application
Branch for correction of its records.

605.04(c) Applicant Changes Name
[R-24]

In cases where an applicant’s name has been
changed after his application has been filed
and the applicant desires that the patent when
issued carry an endorsement as to the change
in his name, he must submit a recording fee
accompanied hy either an affidavit signed with




v\mmmg Group.
{Ie by t!u Ass

file is qent to the Apphc-ttlon‘

a change in their records and if
he applic
by the Application Branch to the Assignment

‘Branch for a change in. 1581gnment

. f the apphcant is unab

 as affixed to the appli
to by a witness. In the
notary’s signature to the
'1uthent1cate the mark.

60;).04(:»:)

1ﬂiclent to

ture

It is permlselble for an applicant to use a
title of nobility or other title, such as “Dr.”
~in_connection with_his signature. The tlt]e
will not .lppear in the printed pfltent

: 605.04(f) Signature on Joint Appli—
cations—Order of Names
[R-24] '

ion is aqsxgned it will be forwarded

In those instances where 'the ;emt :1pphcrmt<s ‘
‘ ,amte oaths or declamt ions, the order of

mths or. deﬂ’lamtmm appear.n the ap- '
DETS lmie«s a dxﬁeren! order is

60a M(g) When ’V&me Is (' orrected

Send to Applucatlon ‘
*Braneh [R-24] '

“ hen the name is cmrected by amendment

_or the order of the names is (han%d the file
- should be sent to the .\pphvatmn

ranch for:

~_correction of the name in its record When

" the name is c]nngect. see

: 60;) 04(h) ngnatnre to Drawmg

$605.04(c).

[R=24]

‘ Rule‘sz. Signature to dmwmg ngnatures are not

5 k,i-equirerl on the drawing it it accompanles and is re- e
" ferred to in the other papers of the application, other-

May Use Title Wuh Slgna-

- signature and numcs
-or -the name of the applicant. and signature of the

wise the drawing must be :xgned - The drawing may S
‘be t:ﬂned by the applicant in° pprcon or have the name = .
“of the apphcant placed thereon followed by the sig

‘nature of the attorney or agsent as such. :

Extract from I‘ulv 84, Drmwrings.  (h) Lr)r‘atton o!
The signature of the appHcant,

attorney or agent, may be placed in the lower right-
hand corner of each sheet within the marginal line,

or. may he plmed below the itmer mﬂrginal line,

The ugnature when' piaced on the dr'uvmg, ,

~ should never cross the marginal line. The sig-
- nature on the drawing must not be inconsistent

Tt is not essential that the names appear in

tho same order in the signatures to the petition,
specification, onth or declaration, and drawing.
The order of names of joint patentees in the
heading of the patent is taken from the order
in which the typewritten names appear in the
original oath or declaration accompanying the
application papers. Care should therefore be
exercised in selecting the preferred order of the
typewritten names of the joint inventors, be-
fore filing, as requests for ~nb~m[nent shifting
of the names would entail changing numerous
records in the Office. Since the particular
order in whieli the names appear is of no conse-
quence insofar as the lf';."l]] rights of the joint
applicants are concerned. no rh.mrroe will be

~ the application.

with the other signatures and typed names in
foreover, it cannot include a
middle name if the other signatures include .
only a middle initial consistent therewith, It
can, however, include initials for the first and
middle names.  Drawings filed without the in-
ventor's name thereon, will have the name
apphed in pencil by the Mail Branch.
‘When the drawing is signed by the inventor
in person the name of the attorney is not per-

“mirted to appear thereon.

The drawing may he qlgnpd bv the appli-

" cant, attorney, or agent in person after the

41

drawing has been filed. The signature need
not be dated. Prohibition against changing
name of the attorney on drawing is discussed

Rev, 27, Jan. 1971




X P ~
;~t1ve of the mventor, the speci!

the usual “I have found,” the wordmg should
be “it was found,”

For prosecution b,y admmzstmtor or execu-

tor, see § 409.01(n).

mtlorl: should mformatwe value in

not be written in the first person. Instead of supplied by the applicant, the

- change the title by Exammer 'S Amen

» specification, !litm i

;""rMay Requnz-eﬂhange, ,
[R-27]

s not descnptwe of the m-f

' » the Examiner should require
the substzmtmn of a new title that is clearly
indicative of the invention to which the claims

ore directed. This may result in slightly
lo r titles, but the loss in bravxty of title
be more than offset by the gain in its

Jf a satisfactor ht]

searching, etc. :
xaminer may

or after al}owance.. o

“For m)mcutmn by hexrw,see §§ 44)9 Ol(a) and 0

'409 01(d
_incapacitated inventor, see § 409. 02,

For pmaecutlon by other than i m\ entor, see

. §409.03,

605.05(a) Slgnature of Legal Repre-
~ sentatlve ear

If the drawing is signed by the legal repre-

sentative it must follow this form:

‘ John A. Jones, deceased, '

; by Mary A. Jones, Admnmstmtnx
The other signatures must ezther be in the

above form or:
Mary A. Jones
Administratrix of Estate of
John A. Jones, deceased.

If the di‘amng is signed by the attorney thls :

form must be used:
~John A. Jones, deoewed

by Mary A. Jones, Admxmetrntnm |

by William A. Smith, Atty.

If the specification hears the signature of the

5 admlnmmtor or executor hut omits the matter,
“administrator of the Estate of John Jones,
deceased,” the matter can be added by amend-
ment.
ment if the case is other\vte ready for issue.

605. ’06 Filing by Other Than Inventor :

[R-24]
- See §409.03,

606 Title of Invention

Rule T2(a). The title of the invention. which should
he as short and specific ns possible, should RPPCRT 2% a

Rev, 27, Jan. i!Wl i

For prosecutxon by reprecematn-e of Iegqlly,,%

~will be accomphshed“bv placlng an e
o doszgnated box on the Notice of Allowance form

~ file wrapper.
- be prepared for

'607‘

required only a basic filing E

~ the Fee Act, effective Octobe 25, 1965, per-. - .
taining to claims precented after an apnhfatmn
s filed, does nint apph ?o thec;e apphnalmnq
See S 71410, '

0 tice:

The Examiner may make the amend-

and entering thereunder the title as changed by
the Examiner wh u!d i
Howerver, ifa an tam’ Amendmmt must

title will be ine rp ated. *herem b

i fR—-m]

Apnhcatmms filed hﬂfo Ok'tr}i}er zo, 1965 «
- That part of :

Filing Fee

Applications filed on or nfter October 25,
1963, are =ub}ect to the fo]lowmg fees and prac- o

“"nén filing an application, o lmsm fee of ’*G.)

entitles applicant to present (10) elaimsinclud-

ing not more than (1} in independent form. If
claims in excess of the above are included at
the time of filing, an additional fee of $10 is

~required for each independent ¢laim in excess

of wne, and a §2 fee for each claim in excess of

ten {10) cinims (whether mdepondeni or de-‘

pemlen Joooo
Upon submission nf an amondumnt ( w)wﬂwr

entered nr not) affecting the' vlamh, pay nient

of the following additional fees | is vegu! ired in

a pending apph- ation:

indexing, cla ifying,

mn t}'e face of the S

£ reasgns any change in




' m:meﬂtwn m&h ° smbsaeqjmt

ﬂm such ci

ims are cance!ed
ent amompanvm the papers con-
ting the separate uppucatmn un er Rule
47 eanceling claims from the certified copy will
be effective to diminish the number of claims to

The Apphoa’ :
- toaceept all appli stherwise zw‘eptah e
- if the basic fee of ibmitted, and if the
~ deficiency is no more than~“%25 of the required

f'ﬁlmg fee, and to require payment of the de-
hir aatated period upon notification

: ﬁmenc}

for an aeiwn bv the fa
' is payabie.. :

Ame dmen S

: 3t
o readv‘fpaid for, not a
S 1 fee due, will 1
 in part'and '1ppl.c'mt:
amendments filed in reply to an Oﬂi

will be regarded as not responsive thereto and

tha p‘*antlce set forth in § 714.03 will be followed.
Tine additional fees, if any, due with an

' amendment are calculated on
claims (total and: mdm*endent\ which would be

; amerdment of a claim, unless it chqnces a de-

ty];? do not require any additional fees,
o

, r purposes of detormmmg the fee due the
Patent ()ﬁuce, a claim will be treated as depend i
. ent if it contains reference to one other claim

in the apphcatxon A claim determined to be

fee paid reflects this determmat:on

Any claim which is in dependent :{orm but

 which is so worded that it, in fact is not, as for

the claim on which it dopcnds, will be required

depending on such a dependent claim will be
similarly required. 'The applicant may there-

upon azmend the claims to place them in proper

dependent form, or may redraft them as inde-
pendent claims, upon pasmen* of any neces~-
sary additional Tee.

After a requirement for rmh*wtmn, non-
elected claims will be included in determining

~eral’s Opnuon B-111,648 also gb
-~ the same date o =

basis of the

present, if the amendment were entezed The

_provisions prev iously
; payment of the i issue f

| 607.02 Retumablhly of Fees

pendent claim te an mdependent nlalm. and the
replacement of a claim by a claim of the same

~ are referred to the Refund Unit of the Finance |
dependent by this test will be entered if the

exa ]ple it does not mclude every hrmmtlon of
a

. to be canceled as not being a proper dependent.
claim; and cancellation of any further claim

: i)e considered in ea!vuldtmg tlm ﬁhn«P fees to_k L

aid. - ;

 The addltmnai fees, 1f any, due. w;th an
amendment are required prior ‘to any consider-
ion of the amendment by the Examiner.
ney paid in con
)posed amendment will not be refunded
reason of the nonentry of the amendment.
Amendments a ffecti mg the claims cannot serve 5
he basis for granting any refund. '
rms 51 ‘md 52. located n tne b‘lck of t

‘,_emured fee Coples of these forms as
fmm the Correspondence and Mail

rom the receptionist in the lobby

[ the P‘ltent Office. [R—’b'!

[R-22]

. There were two tvpes of Fee Exem‘pt‘appli-
itions: (a) those filed under 35 U.S.C. 266,
repealed as of October 25, 1965 and (b) those
filed under a ruling of the Comptroller Gen-
rog'ited as of

1963, thele are no" :
ﬂuch are exempt from
Applications filed

iling fee under the
m;eﬂ’e«{-t are subject to

befox‘eﬂucﬂﬁfe with

Al queatxons pertaining to the return of fees

Branch of the Budget and Finance Division. |

~ No opinions should be expressed to attorneys or
applicants as to whether or not fees are return-

ablein partmuhrcaqea , |
608 ?Disclpsure[ﬁ-zz] .

In return for a patent, the inventor gives as
consideratio