1208, . _differences of oplmon,c'o‘, vern the ‘denial of
1200 . ' _ patent claims because ior art or material
1210 ' Q ; ; _ deficiencies in the disclosure set forth in the

: . application, the questions thereby raised are

 1?" . , ! , ~ said to relate to merits, and appeal procedure
1212 : er Al . within the Patent Oﬁcecand to the eourts

long been provlded'"by statute.
The line of dem i
121401 ‘matters for the Board of Appeals and petition-
121402 Procedure after Dadaica’ ~ able matters for the Commissioner of Patents
121403 Rehearing and mgdmm’ion : should be carefully observedd The Board will
1214.04 Examiner Reversed o t ordinarily hear a questi :
1214.05  Cancellation of Withdrawn . ould be decided by the Co;
121406 E 8  Whole or in Part  C'ommissioner will not ordinarily entertain a
1214.07 Reopening of Prosecution petition where the question presented is an ap-
1215 Withdrawal or Dismissal of Appeal pealable matter. However, since Rule 181(f)
1215.01 ’Wlthdrawn of Appeal . states that any petition not filed within two
121502 Claims Standing Allowed . ~
121508 Partial Withdrawal ~ months from the action complained of may be
121504 Dismissal of Appeal ~ dismissed as untimely and since Rule 144 states
121505 Case Before the L(}urt titions from restriction requirements
1216 Appeals to Courts . o led no later than appeal, petitionable

121601 To Court of Customs and Patent Appeals ) i1l rarely be present in a case by the
121602  Civil Saits o ime it ,'Board for a demsxon

4 Actions tol
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ase speclal after appeal
Board. However, no

d unless the brxefg, r

gned by the ap
uired fee o:

f appeal 1
nse set in the last Office action,
months. The timely fil-
a final rejection having

, nal rejection will result in the appli
tion beco ndoned, even if one or more
' _been allowed unless claims sug-
rference have been copied.
1 for filing a notice of ap-
mmended. This form is
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_ To Commissioner of Patents
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. appealed frbm,

‘whould refer to the drawing by reference characters,

from

' s

 (One additlonal copy of this Ne

~ Signature (Rule 191(b)

o s w420

e ot 4 o 0 4 A

Post Ok ess ¢
' correspondencelato

MaTTERS H“NDLm CONcmmmemY

~ Rule 206 permrts partialnakppén] i

Rule 2Uv pe cases where
there are both finally rejected claims copied
atent and other claims not ready for ap
peal. See sections 1210 and 1101.02(f).
Ex parte prosecution of an appeal unde
191 may proceed concurrently w
ference proceeding involving the
tion provided the Primary Examiner wi
wards the appeal certifies, in n memorandum to

the interference does not conflict with the sub-
ject matter of the appealed claims.
212, section 1103.

1 Brief [R-23]

at‘c brief. (a) The appeliant sball.
onthe from the date of the appeal. or
lowed for response to the action

panied by the requisite fee, of the authorities and
arguments on which he will rely to maintain his appeal,
including a concise explanation of the invention which

and a copy of the claims involved, at the same time

‘indicating if he desires an oral hearing. Two extra

copies of the brief are required If an oral hearing I8
requested. The Board of Appeals may, for sufficient

cause shown, extend the time for filing the brief to a

date not later than two months after the original ex-

piration date. Any longer or further extension must be

sought from the Commissioner. All requests for ex-
tensions must be filed prior to the expiration of the
period sought to be extended,

Rev. 28, Jan, 1970

for- | e D \ut, ed.
_ extension not in excess of one month. The au-

be placed in the file, that the subject matter of thority togn'nt subsequent extensions is re-
the

See Rule tional time, in excess of two mon

Iater, file a brief, accom- -

from the Patent Interference Examiner’s ap-

Patent Interferences or from any subsequent

thin the time allotted

1l file a petition, without any
Board, requesting up to an additional

ith ng his reasons for the re-

; filed in duplicate

which the response

use is shown and the

~petition is filed prior to the expiration of the

tended (Rule 192), the

riod sought to be ,
is authorized to grant the

Nlerk of the Boar

r. Addi-
, not be
granted, even by the Commissioner, unless
extraordinary circumstance are involved. The
time extended is added to the last calendar day
of the original period, as opg::ed to being added
to the day it would have been due when said
last day is a Saturday, Sunday or holiday.

Assistant Cor

ained by

* Tf after an appeal has been filed, but priorto i

the date for submitting a brief, an interference
is declared, applicant’s brief need not be filed
until two months after either the non-appeal-

“able decision of the Patent Interference Exam-

iner or the expiration of the time for appealing
pealable decision, the decision of the Board of

decision of a reviewing court. If a petition for
reconsideration is filed, there is a 30 day appeal
limit following the decision on petition. In the
event that a seasonable petition to the Commis-
sioner is filed with respect to the Patent Inter-
ference Examiner's decision, a 30 day period




that a brief

n rlght to the

ment;
Oor supervisory

,ﬁlinﬁoff" : (iment, even if it
le which the Examiner previously
icated may place one or more

in condition for allowance, un-
less the Exan}imr,k
amendment, disposes
appeal ; '

} the receipt of a letter from the Exam-

iner stating that prosecution is sus-
_ pended, without the Ex-:ainer either
withdrawing the final rejection from
which appeal has been takew, institut-
_ing an interference with the subject

application or suggesting claims for

. an interference.
: Althoulfh failure to file the brief within the
permissible time will result in dismissal of the
appeal, if any claims stand allowed, the applica-
tion does not hecome abandoned by the dismis-
sal, but is returned to the Examiner for his
action on the allowed claims. See section
1215.04. J£ there are no allowed claims, the case
is abandoned as of the date the brief was due.

T£ the time for filing a brief has passed and

the :Xylicatipn has consequently become aban-
~ doned, the applicant may petition to revive the
application, as in other cases of abandonment,
and to reinstate the appeal ; if the appeal is dis-
missed, but the application is not abandoned,
the petition would be to reinstate the claims and
the appeal, but a showing equivalent to that in

acting on the
f all issues on

when bn is filed, 35
vides that the “appel-
the authorities and argu-

vill rely to maintain his ap-
- a concise explanation of the
‘should refer to the drawing by

reference characters, and a copy of the claims
ved, at the same time indicating if he de-

an oral hearing.” In the event an oral hea.

ing is requested, Rule 192(a) requires the su!
mission of two extra copies of the api)ea
However, the additional copies should

be sup-
plied for every appeal since they are of substan-
tial assistance to the Board, even when the
appeal is submitted on brief. i

For sake of conveni
claims involved shoul

The brief, as well as

_ ing to an appeal, shou

the Group to which the a;})‘plication is assigned,

the Appeal number and the Serial number.
When the brief is received, it is noted on the

Board's records and then forwarded to ‘the

Group where it is entered in the file, and re-
fems

to the Examiner. If the Examiner con-

 siders the brief to be defective under Rule 192,

he may (1) point out the defect in his Exam-
iner’s answer or (2) if a bona fide attempt has
been made to file a ;iu'oper brief, he may write
a letter to the appli him that

icant notifying

~ he has 1 month to correct the defect by filing

a supplemental brief. If the applicant fails to
correct the brief within the 1 month period, the
Examiner will write his answer and indicate
the defect. All such letters must be approved by
the Group Director. .
‘The mere filing of any paper whatever en-
titled as a brief cannot necessarily be considered

a cmmﬁ)liance with Rule 192. The Rule requires
e brief must set forth the authorities and

that t
arpi'uments relied upon and to the extent that it
fails to do so with respect to any ground of
rejection, the appeal as to that ground must be -
dismissed. It is essential that the Board of Ap-
als should be provided with a brief fully stat-
ing the position of the applicant with respect to
each issue involved in the appeal so that no
search of the record is required in order to deter-

Rev. 23, Jan. 1970




f,’z‘,

the case are con-

he date of the dis-
_ application filed
ing with the ap-

on appeal If in his brief, applicant
_relies on some reference, he is ex
vide the Board with at least one co
Once the brief has been filed,
roceedings may be considered on its

merits, bgt will blzg;mnmd only in exceptional
xam-

| iner’s Answer would be fruitless or would work .

cases, such as where the writing of the

the applicant.
. see. sectmn 1205 01

ne t Filed Witb or After:

, jpeal [R-23]
To expedlte the resolution of cases under final

rejection, an amendment filed at any time after

fina] rejection but before an a; feal brief is filed,
may be entered upon or after filing of an appeal
led | eﬂect of the amendment is

:?l (l)éem issues from ap l and/or (2)
,;’snggestmns.

an::gdmem necessitates a new search, raises the
issue of new matter, presents additional claims
without cancelling a corresponding number of
finally rejected claims, or otherwise introduces
new 1ssues, it will not be entered. Examiners
must respond to all non-entered amendments
after ﬁnal r?ectz md mdlcate the status of
each claim o roposed, including the

ing of an
paper It should be noted that an amendment
lacing a case in condition for allowance will
enterable by the Examiner at any stage prior

to forwarding the answer on appeal. Except
where an amendment merely cancels claims
and/or adopts Exammer suggestions, removes

Rev. 23, Jun. 1970

~ type referrin

f course, if the

%atum of claims that would be entered on
appeal if filed in a separate

rse, withdraw

imely fil
miner for his consxderatlon of its propnety
astothe aneal issues and for preparation of an
r's Answer if the Brief is proper and

ap] llcatlon is not allowable. The Exam-
swer will normally be of the shortened

to and relying on the final action;
it may withdraw rejection of claims or any ob-
jection or requirement as desired by the Exam-
iner.  Note section 1201. No new ground of
rejection or objection should be mcorpomted in
the Examiner's Answer without empress ap-
 proval in each case by the Group Director. See

- mer’

~ section 1005. See setion 71413 for procedure

~ on handling amendments filed after ﬁnal action

~and before appeal

. 1208 Exnnuner s Answer [R-23]
_Rule 19.! Ezaminer's answer. (a) The primary ex-
aminer may, within such time as may be directed by
the Commissioner, furnish a written statement in
answer to the appellant’s brief including such explana-
_tion of the invention claimed and of the references and
grounds of rejection as may be pecessary, supplying a
copy to the appellant. If the primary examiner shall
find that the appeal is not regular.in form or. does not
relate to un appealable action, he shall so state and a
petition from such decision may be taken to the Com- .
‘missioner as provided in rule 181,
. (b) The appellant may file a reply brief directed only
_to such new points of argument as may be raised In the
. examiner's answer, within twenty days from the date
of such answer. However, if the examiner's answer
states a new ground of rejection appellant may file
a4 reply thereto within two months from the date of
such answer ; stuch reply may include any amendment
or material appropriate to the new ground.

Arreal. CONFERENCE

Appealed cases in which the brief has been |
ﬁlod should be reviewed by conference in the
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ulatlve art re]ectlons ‘and elimi-
al rejections of doubtful value.
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g 30 days to the date

the end of the pay

as forwarded to the

elleg
sho% call att
 copy of the claims. G
argued in the Examine
i having been droj nay be con
he Board if it desires to doso. The

with
h

_behin
id nﬁﬁe%l by the Examiner as being considered
er either Rule 131 or 204. The distinction is
rtant since the Board of Appeals will usu-
ally consider holdings on Rule 131 affidavits or

declarations but not on Rule 204 affidavits or

 declarat

If the Brief fails to respond to any or all

grounds of rejection advanced by the Examiner,

the Examiner should simply inform the Board
of Appeals of this fact in his Answer and specify
the particular claims affected. Since such lack

of response to any ground of rejection will re.
sult in dismissal of the appeal as to the claims
affected, the claims involved need not be treated
~ further by the Examiner in his answer. A dis-
~ missal of the appeal will result if all the claims

- will state his position in t

~ last stated position supersedes th
_a situation confuses the issue and

final sction un-

‘ k'f'yafor» )] of an-
ing before the Board of
ion contain claims which

the arg
f are directed to
h circumstances
[Examiner’s Answer to the final rej n
statement of his position would leave the
nsofar as the new claims ar ‘
uncrystallized issue a

benefit of the Examiner’s view,

_cates the task of rendering a decis
It also frequently hu,p]l):ns tha mine
he Answer in a manner
that refll)resents a shift from the position stated
in the final rejection without indicating that the
rmer. Such

difficulties for the Board since it is not clear

_exactly what the Examiner's ultimate posi-

ie

tionjs, ,, "
. In view of the complete and thorough
development of the issues at the time of final

_ rejection it is Possib’]e to save time in prepar
_ the Examiner v
by taking the following steps:

s Answer required by Rule 19

A. Examiners may incorporate in the answer

' their statement of the grounds of rejection

davits, declarations  merely by reference to the final rejection (or a

ingle other action on which it is based,
706.07). Only. those statements of grounds -

_ of rejection as appear in single prior action may

be incorporated by reference. -An Examiner’s

Answer should not refer, either directly or in-

tly, to more than one prior Office action.

- Statements of grounds of rejection appearing

in actions other than the aforementioned single
prior action should be guoted in the answer. 'I%\e
page and paragraph of the final action or other
single prior action which it is desired to incor-
F«)mw by reference should he exgicitl ' identi-
jed.  Of course, if the Examiner feels that some

{further explanation of the rejection is necessary
_he should inelude it in the answer but ordinarily

he may avoid another recital of the jssues and
another elaboration of the grounds of rejection.
The answer should also include any necessary
rebutal of arguments presented in the appli-
cant’s brief if the final action does not adequately
meet the arguments,

Rev. 26, Oct. 1970




~dum should be forward

Examiner or the applicant except that either
the Examiner or the applicant has the right to
cite an unpublished decision in an application
having common ownership with the application

When files are fhr,v‘mrdea, soft cbpies and

m’i‘hts of references fastened therein shoulc
1f an Examiner’s Answer is believed to con
tain a new interpretation or app '
existing patent law, the Examiner’s
application file and an explanatory memoran-
| ; the Group Director
for consideration. If approved by the Group
Director, the Examiner’s Answer should be for-
warded to the Office of the Assistant Commis-
sioner for Patent Examining for final approval.
A form suitable for the Examiner’s Answer
is ns follows: o '
o POL-84 :
I¥ ne ArrLICATION OF

Before the BBoard of Appenls

Rev. 26, Oct. 1670

tion of the

“New Referen:

_ (The Examiner Ahsf'

ences relied on in the appe

to other papers for this
. non-patent references
~ the reference should be e o

~ subclass or, if not classified, the pas

tion in the Office where a copy can b
_addition, the citation should spec

or ?ages‘ofthe reference relied.
listing of references not involved
_“Statement of the grounds of rej .
‘Reference to final rejection or single prior ac-

ion for a clear exposition of the rejection. If

, ‘,,knlelcessary, deseription and explanation of the
alle ,

- Examiner’s case properly. If pertinent, include
_ a statement that:thlsis a newﬁgkround of rejec-

invention and references to present the

_ Responge to the ffa]lég:it’ s and urgum'.ent.s in
the brief not already met by the final rejection.
If a new ground of rejection is rnised. see

 §1208.01.

For case having putentabil;

New Refefence. New Objec.
tion or New Ground of Re-
jection in Examiner’s Answer

- [R~20]

At the time of preparing his answer to an
appeal brief, the Examiner may decide that he

~ ghould cite n new reference, raise n new objec-

tion, or apply a new ground of rejection (new
reference, double patenting, statutory bar or
other reason for rejection) against some or all
of the appealed claims. The Group Director’s




Director will stamp
he Answer only
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