101 I’relimmarm o an lmer!'e
© 110101 Between Applications

1101.01(a) ¢
1310101(b)
- The Interference Search

. 110101(c)
110101(d)

110101({e)

1101.01(1)
1101.01(g)
1101.01(h)

1101.01(i)

1101014 §)
110101 (k)
1101.01(1}

1160101 ()
1101.01¢n)y

110101 (0)

110102 With a Patent

1101.02(a)
1101.02(h)

1101.02¢¢)
1101.02¢4)
1101.02(e)

1161.02(f;
1101.024;;;

110201 (a)

In Different Gmm».
~(‘ommou ()wnershrp

(Zormpmndenﬂ- Under Rule 202
How Conducted ;
Not an Action on the Case:
When and When Not Needed

‘,Apprm al or Disapproval by Law Ex-
. aminer

Filing Date of Senior Party
Suggestion of Cla .
Conflicting Parties: Have Same Attorney
Action To Be Made at Time of Suggest
ing Claims
Time Limit Set for Mnh.;z ‘iuggested
Cluims
Nuggested Claims Made Afze-r Period for
Response Running Against Case
Application in Imm or nv Imerﬂ-mn«e

Copying Claims From a Patent
sxaminer. Cites Patent Having Filing
Date Later Than That of Application
Difference  Between  Copying  Datent
Clalws und Suggestipg Clalms of an
- Application
Coplied Patent Clajins Not Iderntxﬁwl
Making of Patent Claims Not a Response
to Last Office Action

Rejection of Copied Patent Claims

After Prosecution of Application Is Closed
or Application 1s Allowed

1101.03 Removiag of Affidavits or Declarations Be-

fore Interference

1102 Preparation of Interference Papers and Dcclu-

ration

12,01 Preparation of Papers

Initial Memorandum to the Board of Pat-
ent Interferencey

110202 Declaeation of Interference

11603 Suspension of Ex Parte Pmmmion. Full or
Partial

1104  Jurisdiction of Interference

1105 Matters Requiring Decision by Primary Ex.
aminer During Interference

1100.01  Briefs and Consideration of Motions

1106.02  Decision on Motion To Dissolve

1105.0%  Declalon v Motion to Amend or to Addd or
Bubstitute Another Application

Failure of Junior Party to Overcome

1105.05

 1105.08

1105.07
1106

1106.01

1108.02
‘Examiner’s Entry in Interference File Subse-

1107
1108

1109

1109.01
1108.02
1110

1110.01
1110.02
1m

1111.01
1111.02
111103
111104
1111.05
1111.08

111107

1111.0%

1111.0%
1111.10
111111
111113
1111.14
1112

1112.02
1112.03
1112.04
1112205
1112.06
1112.08
1112.10

The
US.C.

Chapter 1 100 Interference

Deciwion on Motion Relating to Benefit of a
Prior Appiicatlon Under Rule 231(a1(4)
Dissolution on  Primary Fxaminer's Own
“Request Under Rule 237
- Form of Decision Letter
Petition for Roconsid(‘mtinn of Decision
Redeclaration and Additional lnlerferences
After Decision on Mation
By Addition of New Party by Examiner

quent to Interference
Entry of Amendments Filed in Connection
With Motions
Action After Award of Priority

The Winning I’arty
The Losing Party
Action After Dissolution
Ynder Rule 262(b)
Under Rule 231 or 237
Miscellaneous
Interviews
Record in Each Interference (‘omplete
Overlapping Applications
»Secrecy Order” Cases
Amendments Filed During Interference
Notice of Ruje 281(a)(3) Motion Relating
to Application Not Involved in Interference
Canversion of Application From Joint to Sole
or Sole to Joint
Refseue Application Filed While PPatent Is In
Interference
Suit Under 35 U.8.C. 148 by Losing Party
Benefit of Foreign Filing Date
Patentability Reports
Consultation With Interference Examiner
Correetion of Error in Joining Inventor
Letter Forms Used in Interferences

Spggeating Claims

Hame Attorney or Agent

Requesting Withdreawn) From Issue

Initial Memorandnm

Reoequesting Jurisdietion of Application

Primary Fxaminer Initiates Dissolution

Denying Fntey of Amendment Seeking Fur-
ther Interference

interference practice is based on 35
135 here set forth:

35 U.B8.C. 185. Interferences. Whenever an appli-
cation I8 made for n patent which, in the opinion of
the Commizssioner, would interfere with any pending
application, or with any unexpired patent, he shall
give notice thereof to the appliennts, or applicant and

Heev 27 dan, 1070



fum] by tlw Patent Ofﬁ ,
_the Commissioner may issue a patent to the applicant
who ig adjndgod the prior inventor. A final judgment

"taken or had shall con-

_ stitute cancellation of th laims [nvolved from fhe
patent, amnd notice therenf sh be endorsed on copve&
of the patent thereafter distributed by tho Patent
Oﬁim .

A clalm whirh is the same as, or fnr the same or
substantially the same subject matter as, a claim of
an issued patent may not he mada in any application
unless such a claim is made prior fo one year from
the date on which the patent was granted.

Rule 201 sets forth the definition of an in-
terference and is here reproduced.

Rule 201. Definition, when declared. (a) An inter-
ference is u proceeding instituted for tbe ‘purpose of
determining the question of priority. of invention be-
tween two or wore partieg claiming snbatantiall;, the
same patentable invention and may be instituted as
soon as it is determined that commoen patenmbln sub-
Jeet matter is clabmed in a plurality of applications
or.in an _application and a patent.

(b) An infwterence will be declared between pend-
ing amﬂ!&*atitms for patent, or for reissue, of different
parties when suel applications contaln claims for sub-
stantially the same Invention, which are allowable in
the application of each party, and interferences wili
also be declared between pending applications for pat-
ent, or for refgsue, and unexpired original or rejssued
patents, of different parties, when such applications
amd patents contain claims for substantially the same
invention which are allowable in all of the applica-
tions involved, in accordance with the provisions of
these rules,

(¢) luterferences will not be declared, -nor contin-
ued, between applications or applications and patents
owned by the same party unless gowl cause is shown
therefor. The parties shall make known any amd all
right, title and interest affecting the ownership of
any application or patent invelved or essential to the
proceedings, not recorded in the Patent Office, when
an interference s declared, and of changes in such
right, title, or interest, made after the declaration of
the nterference and before the sxpiration of the time
preseribed for seeking roview of the decision in the
interference, ~

1101

review has heen or ca

Preliminaries to an Interference
[R-23]

An interference is often an expensive apd
time-consuming pmcvedmg Yet, it is neces-
gary to determine priority when two applicants
1970

Rev., 23, Jan,

"a&verse to the;
itute the fingl re-
claims !nvolved and

dverse to a patentee from which no appeal or other
‘declared.
_patents. especially those used as references
against the application claims,

164

':togethe - th

NING Pnocgbﬂﬁg

'e Oﬂ‘xce are cl'ummg the same %llhj(‘(,t ~
r and their filing dates are ugh
at there is a reasonable possxblhtv
t_npllcant t nle is ho the first

gre'ltesr care must’ therefore ‘be exer-
oth in the search for interfering appli-
 and in the determination cf the ques-
tion as to whether an interference should be
Also the claims: m'recentlv issned

should be con-
sidered for possible interference. '
- The question of the proprxetv f mmatmg '
an wﬂerference in any given case is affected by
2o many faetors that a discussion of them here
's impractieable,  Some circumstances which
render an interference nnnecessary are herein-
afrer noted, but each instance must he carefully
dered if serious errors are to be avoided.

Ir. derermining whether an interference ex-
ists 2 claim should be given the broadest inter-
pretation which it reasonably will support,
bearing in mind the following general princi-

r;‘b S5
The

interpretation  chould not be

5
.
e

(bt Express limitations in the claim shonld
not be ignored nor should limitations be read
therein to meet the exigencies of a particular
situation.

=+ The doctrine of equivalents which is
applicable in questions of patentability is not
ap; »%ﬁahle in interferences, i.e., no application
shionld be placed in interference unless it dis-
closes clearly the structure called for by the
eount and the fact that it discloses equivalent
struczure is no ground for placing it in inter-
ference.

{d} Before a claim (unless it is a patented
claim: is made the count of an interference
it should be allowable and in good form. No
pending olaim which is indefinite, ambiguons
or ntherwise defective should be made the count
of an interference.

te; A claim copied from a patent, if am-
bigmious, <hould be interpreted in the light of
the patent in which it originated.

(fi Since interference between eases having
a4 eominon assignee is not normally instituted,
the cases must be submitted to the Assignment
Brasich for a title report, Note: Title searches
are automatically made only when the Issue Fee
is paid.

ti Tf doubts exist as to whether there js an
interference, an interference should not be
derired,




e declared between

\pplications if there is a difference of

; % months in the effective filing dates
of the oldest and next oidest u,)plications in th

se of inventions of a simple character, ¢
‘6 months in the effecti

; pplications in other cases

except in exceptional situations, as determined

and approved by the Group Director. If an i

terference is declared, all applications ha;
' ring subject matter shou

steps looking to the for

erence, it is very essential

make certain that each of

Hes 15 claiming the same

le the clatms that

are to constitu ) f the interference

are clearly read ' e disclosure of each
party and allownble in each application.

1t is to be noted that while the elaims of two

e applicants may vary in seope and in

ial details, yet if directed to the same

patenta

afford a ground for
elaims for the said
r application that
he intention of the

1¢
is elaiming the invention. ,
e patentable invention,

parties to claim the sa
as exp1 d in the sum » of the invention or
elsewhere in the disclosure. or in the ¢ is
an essential in every instance. =
 When the subject matter found to be all
able in one application is disclosed and claim
in another application, but the claims therein
_ to such subject matter are either nonelected «
_subject to election, the question of interference
~ should be considered. The requirement of Rule
- 201(b) that the conflicting applications shall
contain claims for z-mlmtanﬁa{ly the same in-
vention which are allowable in each application
should be interpreted us meaning generally
that the conflicting claimed subject matter is
sufficiently supported in each application and

is patentable to each applicant over the prior

art. The statutory requirement of first inven-
torship is of transcendent importance and

ST8-ADE 9Tl 4

_containing allowed claims to in

claimed species a, b, ¢, d,and e, Generic cl:
rejected and election of a single species re

erference exists. But mere dis-
f an invention which

165

on requirin
anothe

a requirement

made }

and IT and in response to a rve-

rement for restriction, applicant traverses

~the same and elects invention

ves an action on the merits !
bsequently finds an application to another

ntion IT and
which is ready for issue. = =
" The si s not altered by the fact that
the election is made without traverse and the

nonelected claims possibly cancelled.

_C. Application filed with generic claims and
laims.

quired. Applicant elects species a, but ¢
ues to urge allowability of generic claims, Ex-
aminer finds another application claiming spe-
cies b which is ready for issue,

_The allowability of generic claims in the
first case is not a condition precedent to set-
ing up interference. , ,
 D. Application filed with generic claims and
elaims to five species and other species disclosed

~but not specifically claimed. Examiner finds
_another application the

sclosure and claims
of which are restricted to one of the unclaimed
species and have been found allowable.
The prosecution of generic claims is taken as
ative of an intention to cover all species

_ disclosed which ‘come under the generic claim.

In all the above situatious, the applicar
shown an intention to elaim the subject m

which is actually being claimed in another ap-

plication. These are to be distinguished from
situations where a distinct invention is claimed
in one application but merely disclosed in an-
other application without evidence of an in-
tent to claim the same. The guestion of inter-
ference should not be considered in the latter
instance. However, if the appiication disclos-

ing but not claiming the invention is senior,

and the junior applieation is ready for issue,

Rev. 23, Jan. 1970




tnined mmmmmg

possible interferen
_ this book should be re

 file w rqppers or dmwmgs For futur

conflicting claims

hould usually be required, Rule .
ee must detmmne‘

,78%) Tt mnmon assi
in which the conflictir
placed. Treatment by rejection
£ 305.02(a).
re an interference
: onld be required

applmatmm &hall be

ignee of applicat

by chﬂ"emm inventors is called upon to eliminate

conflicting claims from all except one 'lppllca-f'

tion under the provisions of Rule 78(b. a copy
of the Office action making this requirement
must be sent directly to each of the applicants.

Whenever a common assignee is required un-

der Rule 201(¢) to elect one of the conflicting
applications owned by him for purpose of inter-
ference with a third party, a copy of the Office

action making this requirement must be sent to

the applicants in each of the ('ommonlv mtgned

' applwatmns.

1101.01 (¢) The
[R-2

The search for mm'fermg apy
not be limited to the class or su

terference Search

class in which

n, is classified, but must be extended to all classes

in or ont of the Examining Group which it has
heen necessary to search in the examination of

the application.
‘Wm'mwer, the pw-,:lnln_y of the existence of

Rev, 23. Jan. 1970

ith n third partv’;

lications must’

)O()l\ may mclude‘,notes as

sining whether an interfe

- ists, the Prtmar) Examiner must deci ,
~question. The Patent Interference Examiner

may, however, be consulted to obtain his advice.

e Group Director should be consulted if it
is believed that the circumstances justify an
interference between applications neither of

~which is ready for allowance.

01”«;;) Correspondence Under
. nl [R-23]

(‘onespondeme under Rule 202 may be
necessary but is seldom required under present

: reparauon /or interference beticeen ap

. plicauom, pﬂ:hmimtry inquiry of junior applicant.

In order to ascertain whether any question of pri-
ority arises between appllcatlons which appear to in-
terfere and are ‘otherwise ready to he prepared for

L ,lnterrerence, any jumm' applicant may be called upon
__to state in writing under oath or declaration the date

and the character of the earliest fact or act, susceptible
of proof, which can be relied upon to establish concep-
tion of the invention nunder conglderation for the pur-

pose of establishing priority of lnvemlon The state-

ment filed in compliance with this rule will be retained
by the Patent Office separate from the application file
and if an interference is declared will be opened simul-
taneously with the preliminary statement bf.' the party
filing the same. In case the junior applicant makea no
reply wlthin the time specified, not less than tlxirly




© 1101.01(d)
susceptible of proof, which
 establish conception of the

nsideration. Such affidavit or
become a part of the recor
.does any. correspondence
nior. : Ant . affidavit or declaration,
writing under oath or by makin r, will become a part of the interference
the date and the character of ~ record, if an inter: e is formed.

166.1 Rev. 23, Jan, 1970



1) The name
a conference

£ th
] _al] wance.

Jivigin

yr not_the appli ed ‘
enefit of the filing date of th ier applica-
g subject matter. ‘L
1ore applications are owned
same attorney, it should be <o stated.
(5) Only th
interference or, if various ag
1 are claimed, the broades
feature, need

, b the claims are
not present in either of the applications, a pro-
posed count should be set out in this letter,
(6) Any other points which have n bearing
on the declaration of the interference should be
stated. s .
Amendments or other papers filed in
ses held by the Law Examiner bearing on the
question of interference should be promptly
forwarded to him. Cime
(8 Letters of
duplicate,

1101.01(f) Correspondence  Under
: " Rule 202, Not an Action

ontheCase

Correspondence under Rule 202 is not an
action on the case. Hence, it cannot serve to

extend the statutory periocif the case is await-

ing action by the applicant.

1101.01(g) Correspondence  Under
" Rule 202, When and
When Not Needed [R-

231, ...

After July 1, 1964, eorrespondence under
Rule 202 was greatly eurtailed since interfer-
ences between pending applications with more
than six months difference in effective filing

~and th 19} ! -
ontlined in the next sec on. When a “Disap- o

gnee, or are presented by the
broadest claim’prcaposed;for o

of an inven-
laim to each

applieant, the Law

submission should be in

mp the letters
pproved” or “Dis-.
1ay require, and return.
1y e Examining Group.

If the earliest date alleged by the junio
der Rule 202 fails to antedate the fil-

ing date of snior applicant. the Law Ex-
aminer disapproves the proposed interference
xaminer then follows the procedure

proved” letter is returned to the Exnmining

Group it is accompanied by n note to he at-
‘hed to the senior party’s case requesting the

Tssne and Gazette Branch to return the case to

the Law Examiner after the notice of allow-

‘sent., e .
Where the junior party nired by Rule
2012, states under oath or declaration a dateofa

fact or an aet, susceptible of proof, which would

_establish that he had conceived the claimed in-

vention prior to the filing date of the senior
Sxaminer approves the
Fxaminer's proposal to suggest claims and the
Examiner may then proceed with the prepara-
tion nf the cases for interference,

SEALING STATEMENT

~ When an interference is to be declared in-
volving a{)phcmwns which had previously been
<nbmitted to the Law Examiner for corre-

~spondence under Rule 202, before forwarding

the files to the Board of Patent Interferences,

the Fxaminer should ascertain from the Law

Exuminer if any such statement has heen filed
and. if so. get thisstatement and forward it with

the files. , ‘
“The oath or declaration nnder Rule 202 be-

- eomes a part of the interference file in contra-

distinetion to the applieation file as in the ease
of an affidavit or declavation under Rule 131 or
Lide 204 but, like them, is subjeet to inspection
o the opening of the preliminary statements.
When the formation of an interference be-
fween two parties is necessary, all other appli-
eants claiming the contested invention should
be placed in the interference irrespective of
thoir filing dates or of any dates alleged under
Lule 202, provided there is no statutory bar to
the allowanee of the elaims in the other appli-
cutions,

Rev. 238, Jan, 1970




Rt g - iﬁnior pai‘ﬁ}’
f ration deriRulew

fails to overcome the
party and if the interfe
clared (note that an
ssary for other reasons]
slication will be sent to
possible and the conflieti
applicant will be rejecte
granted. A shortened p
 set in the senior party's ca :
 After the senior applicant’s applicat
been. passed for issue _application is
to the Law Examiner by

attached to the application
letter to that applicant u
_pay the issue fee, t .
that prosecution of

- be promptly resumed
closure then being available p _art.
treating the claims of the junior application,
The Examiner may make a supplemental action

on the junior applicani’s case when the senior

applicant’s patent issues,
 IxtEmst ProcEDTRE

__In the meantime the junior party’s applica-
tion will be treated in aeccordance with the
following : . o

"

Where a junior party after correspondence

under Rule 202 fails to overcome the filing date
of the senior party, the Examiner when he

substantially as follows:

In view of Rule 202. action on this case (or
on claims 1, 2, 4. ete.. indicating the conflict-
ing claims and elaims not patentable over the
senior party’s case) is suspended for six
monthe to determine whether an interference
will be declared (unless these claims are can-

cant should eall up the case for action. ,
The letter should include the usual action on

what, if any, elaims are allowable,

Rev, 23. Jan, 1970

I‘
A
P

, he L« - by the Issue and Gazette
Branch in aceordance with a note to that effect
and he writes a

%1

reaches the case for action will write a letter

celed). At the end of the six months appli- '

the remaining claims in the ecase, indicating !

the junior

else occurs te

onle
NIpW

date.

informed as to the progress of the senior appli-
nd cite the patent with appropriate
_to the junior applicant immediately

~ T£. ar the end of the six months’ suspension.
it appears likely that the senior application will
he passed to issne within the next six months.
action on the conflicting claims and claims not

patentable over the senior party’s case should

again be suspended for a period of six months.
ourse, if the first suspension was directed
ertain claims only and the usual action was
11 o1 other claims, it is ssary for the ap-
licant 10 make such response as is required to
he action on the other claims.
If. at the end of the first six months’ suspen-
11. there is no likelihood of the senior party’s
' tion being put in condition for ajlow-
within the next six months and the only
unsettled question in the junior party’s case is

?‘h"—’, disposition of the cliims on which action

ended, then the interference should be

_If the junior application is in issue when the

_interference is discovered and, in correspond-

ence under Rule 202, the junior applicant fails
to make the date of the senior party, the junior
application should be withdrawn frow issue
(see “Letter Forms Used in Interferences.”
< 1112,04) and a letter sent informing him that

e interfering claim or claims and claims not
satentable over the senfor party’s case cannot




 applicant copi
ation withou

subject matter o
ding claims of one

wo or more applications
gy, but te to substantially the

same patentable subject matter, the examiner 8
if it has been determined that an interference ghould
' red, saggest to the parties such claims a8 are
fon in the same

nt the suggested ,
nendment) within a specified time, not less than 80
ys, in order that an interference ‘may be declared.
 The faflure or refusal of any applicant to make any
claim suggested within the time specified, shall be
taken without further action as a disclaimer of the
invention covered by that claim unless the time be
(e) The suggestion of claims for purpose of inter-
ference will pot stay the period for response to an
Office action which may be running against an appli-
- cation, _unless the claims are made by the applicant

_ within the time specified for making the claims.

(dy When an applicant presents a claim §o his ap-
plication (not suggested by the examiner as specified
in this rule) which is copled from some other appli-
cation, either for purpose of interference or otherwise,
he must so state, at the time he presents the claim and

identify the other application. o

Although the subject of suggesting claims is
treated in detail at this point in the discussion
of u prospective interference hetween applica-

tions, some of the practice here outlined is also

between counts should be one not taught by the

1690

(d

uc
h are to form the issue
ould be claims already
er of the applications, yt
' found in the applications
satisfactc xpress the issue it may be
ry to fra aim or claims reading on
applicat early expressing the
interfering subject matter and suggest it or
them to all parties. Whether selecting a claim
already presented or framing one for suggestion
to all parties, the Examiner should keep in mind
that where one application has a less detailed

_ disclosure than others there is less chance for
_ error in finding su port in all applications if

language is selected from the application with
the less detailed disclosure. \

"It is not necessary that all the claims of each
party that read on the other party’s case be
suggested. The counts of the issue should be
representa laims and should be materially

different, Stated another way, the difference

rior art. and should have a significant effect
in the subject matter involved. In general, the

broadest patentable claim which is allowable

‘in each case should be used as the interference

count and additional claims should not be sug-
gested unless they meet the foregoing test as
to material difference. In determining the
broadest patentable count the Examiner ould

avoid the use of specific Innguage which im-

poses an unnecessary limitation.. Claims not
patentably different from counts of the issue are
rejected in the application of the defeated party
after termination of the interference,

The claims to form the issue of the interfer-
ence are suggested to all parties who have not
already made those claims. .

Where necessitated by the respective dis-
closures, one or more applications may be in-
volved on # claim which differs from that of

Rev. 20, Apr. 1960



" counts of the interference, and, on the other

parties
aiso ca

rhose inte!
» other party or
requiring such representation, in fur-
1gs before the Patent Office involving the
pplication or patent in which the confliet-
ing interests exist. . -
)&iﬁqﬂtion] s.houldkbe,” iven to both
at time claims are suggested
claims are suggested'toﬂqs):fybne par ‘
tion of the persons to whom this letter 1s mal
should be made on all copies. (See 8
1112.03.) The attention o ‘the Commissioner

is not called to the fact that two,ctmﬁictm% :
af

jes have the same attorney until an actu
interference is set up an

in section 110201,

n u;% the Examiner of Interferences as
explain

1101.01() Suggestion of Claims, Ae

| . tion T ,
. of Suggesting Claims

At the same time that the claims are sug-

gested an action is made on each of the applica-
tions that are up for action by the 'Examiner,
whether they be new or amended cases. In this

wa ible motions under Rule 231(a) (2)
m’g 3) may be forestalled. That is, the action

on the new or amended case may brin% me%ght
patentable claims that should be includ hm

hand. the rejection of unpatentable claims will
serve to indicate to the opposing p th
position of the Examiner with respect 1
claims. .

The Examiner is required to inform each
a;;;;;limnt, when the interference is declared
what c¢laims in his application are unpatentable
over the issue. There would seem to be no ob-
jection to, and many advantages in, giving this
information when suggesting claims, :

Where in a letter suggesting claims to an
applicant for interference, the Examiner states

1

that none of the claims in the case is patentable

Rev. 20, Apr. 1960

‘explained.

jes.  (See section
d then it is done by Ifs ;

Be Made at Time

end of the

 times
__are not thus made within the specified time, the

are suggest ,
period determined by the Ex s
than 30 days, is set for reply. See
10.02(c): ... . T i
Should any one o '

 make the claim

within the time s

entable thereover a

that he has disclaimed th ,
they are directed. If ‘applicant makes the
pested claims later they will be rejected on the
same ground unless the delay is satisfactorily
d. (See section 706.03(u).)
01.01(n) Suggestion of Claims,
After Period for Re-
- sponsc Running Against
. Case  [R-20]0 .
gested claims are made withi  the time

specified for making the claims, the applicant

_ may ignore other outstanding rejections in the

application. Even if claims are suggested in
an application near the end of the period for
response running against the case, and the time
limit for making the claims extends beyond the
riod, such claims will be admitted
if filed within the time limit even though out-
side the period for response (usually a three
month shortened statutory period) and even 5

though no amendment was made responsive to e
the Office action outstanding against the case

the claims. No por-

at the time of suggestin
: ovided the ap-

tion of the case is abandoned

plicant makes the suggested claims within the

pecified. However, if the sugge ed claims
case hecomes abandoned in the absence of a
responsive amendment filed within the period
for response. See Rule 203(c). \

1101.01(0) Suggestion of Claims,

_Application in Issue or in

Interference
An application will not be withdrawn from
isue for the purpose of suggesting claims for
an interference. When an application is pend-




resulting fro
claims, using {

in issue will not

of interference unl
shall be made in the

in the time specified by
letter suggesting claims
the Group Directo

the tim exp ;, ,
gible issuance of the application as a patent
should the issue fee be paid. To further insure

against the issuance of the ar N,
Examiner may pencil in the blank space labeled

«“Date paid” in the lower right-hand corner of
the file wrapper the initialled request: “Defer

, The issue fee is not applied
to such an application until the following pro-

cedure is carried out.
YWhen notified

for interference.” '

the Issue and Gazette Branch requesting that
jssue of the patent be deferred for a period of
three months due to a possible interference.
This allows a period of two months to complete
any action needed. At the end of this two
month period, the application must either he
 released to the Issue and Gazette Branch or be
_ withdrawn from issue, using form at § 1112.04.

When an application is found having claims
to be suggested to other applications already

involved in interference, to form another inter-

ference, the Primary Examiner borrows the Jast

2 Rule 204 Interference 1ith a patent ;. i
declaration by junior applicant.. (a) The fact that one

more than three months subsequent to

plication. the

_ or more corroboratin

hat the issue fee has beenre ’
ceived, the Examiner shall prepare a memo to

of the parties has already obtained n patent will not
prevent an interference. Although the Commissioner
has no power to cancel a patent, he may grant ano
patent for the same invention to a person W

 interference, proves himself to be the prior int

" (b) When the effective filing date of an a|

is three months or less subsequent to the effe

filing date of a patentee, the applicant, |
terference will be declared, shall file an
declaration that he made the {nvention in

in this country before the effective filing date of the
_ patentee, or that his acts in this country with respect

to the invention were sufficient to establish priority of
invention relative to the effective filing date of the
Atentee, : o ; -
(¢) When the effective filing date of ‘an applicant is
' e effective
| efore the in-
terference will | r  two copies of affi-
davits or declarations by himself, if possible. and by one
witnesses, supported by documen-
tary evidence if available, each setting out a factual

 deseription of acts and circumstances performed or ob-

_ served by the affiant, which collectively would prima
facie entitle him to an award of priority with respectto

' the effective filing date of the patent. This showing must

be accompanied by an explanation of the basis on which

"‘he believes that the facts set forth would overcome the

effective filing date of the patent. Failure to satisfy the
provisions of this rule may result in summary judg-
ment against the applicant und@f rule 228 Upon a
showing of sufficlent cause, an affidavit or declaration
on information and belief as to the expected testimony
of a witness whose testimony 18 necessary to overcome
the filing date of the patent may be accepted in leu of
an afdavit or declaration by such witness. If the ex-

aminer finds the case to be otherwise fn condition for

the declaration of an interference he will consider this

Rev. 25, July 1670






