. 705.01(c)

 103.01(d)
- 705.01(e)

| 10501(1)
106

. Nonst tutory Claim

Azﬂ egation
Old Cambination
Duplicate Claims; r)ouble Pmmting e
Muatiplieity .
Nonelected Inventions
Correspandenve of Claim and Disclosure

- New Matter ; ,

706 03 (k)
706.03(1)

~ 706.03(m)
708.03(n)
708.03(0)

Obvious Method
Iere Fanction of Machine
tatutory Bar .
(t). Other Assigned Application
706.03(u)  Disclaimer
708.03(v)

ing
“Res Judienta
Reizssue

706.03(w)
706.08(x) ,
706.03(y)  Improper Markush
o 70603(7;) Undue Breadth ‘
706,04  Rejection of I’mvlaumly Allowed f‘mim
706,05 Rejection: Attm' Allowanm of Amﬁifvation ,
70606 Rejection of Claims Copled fmm t’amnt
706.07  Final Rejection o
_ 10607(a) When Proper on Second Action
708.07(b)y -~ When Prop@r on First A(‘tltm
- 708.07(¢) - Premature .
706.07(d) - Withdrawal of Premature

'~o705(g)

L 707.07(1)
007 ()
. 707.07(h)

707.07(3)
707.07(k)

70710
qor11

After Interference or Public t,’y» Pmceed- , ,'707.12

_ Matter
Incorrect Citation of References

7 06 _Citation of Decisions, Orders, Memorimdums,
and Notices

o 70707 (‘ompleteness and Clarﬁty
_707.07(a)
707.07(b)
707.07(c)

Action on Formal Matters
Requiring New Oath

Draftsman’s Requirement
Language To Be Used in Reject

Note All Outstanding Requirements
Answer All Material Traversed
Pfecemeal Examination

Notify of Inaccuracies in Amendment

707.07(4)
707.07(e)

707.07(1)

: Letter

State When Claims Are Anowable '

Numbering Paragraphs

707.08 Review and Initialing by Assistant Examiner

707.09  Signing by. Priman or Other Authorized
: Examiner . ,
Entry
Date

, - Mailing 5 ’

707.13  Retiiyned Office Action

708 - Order of Examination

708.01 List of 8pecial Cases

708.02 . Petition to Make Special

70803 Examiner Tenders His Resignation

709 %swnaion of Action

709, 01 “Overlapping Appllcntlona by Same Appllcant

or owned by Same Assignee

‘ 709 02 Amions l"ollowlng Cormsmndenw‘ under Rule,

{'710 Period for Response
- 710.01 Statutory Period

710.01(a) = Statutory Period How Computed
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711.02(2)
711.02(b)
71102

711.08(c) Peﬁtione Relat!

Interviews Prior to First Official Action

Interviews for “Sounding Out” Exarminer Not
71304

71305

; Rule ,;12
,714 Amendmentz, Applicant’s Actlons
714, 01 Signatures to Amendments
714.01 (yn) Unsigned or lmproperly ‘Signed Amend-
ment
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Amendment Filed
ceedings

Amendments After Flnal
. Procedure Followed

in Part ,
ndment Flled After the
o nse Has Expired '
_ Entry of Amendments
List of Amendments, Entry Denled
List of Amendments Entered in Part
: Amendments Inadvertently Entered No Legal
. Fffect f
_Entry of Amendments Directions for

. Entry of Amendments Directions for, Defec- :

~tive
Amendment of Amendment
714.25  Discourtesy of Applicant or Attorney

715 Swearing Back of Reference—Affidavit Under :

Rule 131
71501 Reference Claims Foreign Filing Date
715.01(a) Reference a Joint Pat it to Applicant and
. Another

'e‘and Applicatlo bave Common ;

1 .01(¢) Ret’erence 18 Publlcatlon of Appl!cnnt’n
, Own Invention: o
 General Rule as to Generle Glalml o
Exceptions and Pructlce Relative to Chemleal
Cases

71504 Who May Make AMdavit

71505 Patent Claiming Same Inventlon

71506 Affdavit Under Rule 131 Must Be Removed

. ‘Before ‘Interference




qumtvﬂ
"rmal matter'-

mer. applxc"mt mayv be called upon fox neces-
sary amendm neh amendments. how-

ever, rrmst no "m-lude new matter.

WVhen an 'zpplxm jor
action and it is then mpmm
tical to give a w;mpl o merits

of the £ disclosure, the fol-
¢ v b ollowed :

wmmn 20 ,
«wlosure, objec
apparently pe tinent art cited: (2) Infor-
ti d by Applicarion Branch and de-

ieiencies mﬂw drawing should be. pmnlod ouf,

other prior art.
mer should not take an entirely new a

invention and claims and _proach to the caze or attempt to reorient the

something.

, oper f
For the proe

"’(he drawing

608.02(b)

hmdlmg his own case 1
deems it ad\ isable.

\fter rmdmg the apemh" ti
‘ches the pri

ap through
nvention should l,) 1zhly
understood before 2 search e

However, informal cases, or thme which can

‘only be imperfectly. understood when thev
in their regular turn are

come up for action
also given a search. in order to avoid . plece .

. meql prosprutmn

Pmnons Exaul\ms SEARCH

When an (*xmmzesr is assigned to act
, -ation which b m('m\od one or mo
{1 hy some othe .xaminer, full faith and
eredit shmﬂd he mwn fo1he so'wvh .md action
of the previous examiner nnless there is a clear
error in the previeus action or knowledge of
In general the second 13wm-~ .

point of view of the previous Examiner, or
make 1 new search in the mere hope of finding
See T17.05.

Rev. 14, Oct. 1967



) tentability )

the application will be forwarded

_group with a memorandum attached. for i
«tance. For Patentability Report from

 The Primary Examiner
 which the Patentability Re
he approves the request
 ration of the Patentability .
_entability Report will be wi

e the cita-

is of t
_ opint on is in order as to
referred claims, uld so state, '

~ entability Report when signed by the Primary
Examiner in the reporting group will be re-
turned to the groug to which the application i
regularly assigned.

The Examiner preparing the Patentability

2eport will be entitled to receive an explana-

Rev. 13, Tnly 1967

typed on a

Pat-

opinion as_
» an Examin

'vi’lll',’be'cyfl)mplete as to all
‘ lity Report in such
_ pape by

GREEMENT

If the Primary Examiner does not a

with the Patentability Report or an
_ thereof,

may consult with the Primary Ex-
sponsible for the report. If agree-

o the resulting action cannot be

the Primary Examiner having juris-

1 case need not rely on the Pat-

\ ty Report but may make his own action

on the referred claims, in which case the Pat-

entability Report <hould be removed from the .

file.
. Arrear. TAKEN

' When an appeal is taken from the rejection

of claims, all of which are examinable th

group preparing a Patentability Report, and

he application is otherw lowable, formal

ransfer of the case to said group should be

‘made for the purpose of appeal only. The

ving group will take jurisdiction of the
and prepare the examiner's answer.

of allowance, the application may ’

we by said group with its clas-
semined by the controlling elair
remaining in the ease. '

,01(!)) Smmcncé of Exammu

>pimary Examiners
e as to the
groups, the
«liction of the

In the event th
neerned in a P.R

Primary Kxamine

eace will direet that




rderly progress

In Patentability

ings, the examiner ‘to whom the case is as-

signed will furnish to the group to which the
case is referred, prints of such sheets of the  (3)
~ drawings as are applicable, for interference
- ﬁeﬂmhp‘lterlﬁoses " That this has been done may

~ be indica
%{en:a case that has had Patentability Re-

rosecution is- ;
oned, NOTIFICATION of this fact will

ed by a pencil notation on the file

aban

T ONCE be given by the group having

jurisdiction

of the case to each frou that
submitted a P.R. The Examiner of eac

 reporting_group will note the date of allow-
 anoce or abandonment on his duplicate set of

an
_ prints. At such time as these prints become
 of no valne to the reporting group, they may

 be destroyed.

705.01(e) Limitation as to Use [R-
, | 16] E S

tice is not obligatory and should be re-

sorted to only where it will save total examiner

y reminder should be
p maklngdm PR

rt;jiééseey haviﬁg:draw?" . 12
_ tion of thifcf)roduct can usually make a con

a for issue or hecomes:

such
1t{Re|;;)rt Then there are also situations
where the

~ port practice. W] 1( e
~ that a Patentability Report will save total

 The sbove outlined Patentability Reportkk"f examiner time, exceptions ma

many instancesa

complete examina-
n all claims, and in
time than would be con-
ility Report

re. The examiner having

,'i:]urisdiction of the process can usually give a
_complete, adequate examination in less total

examiner time than would be consumed by the
use of a Patentability Repo ;

~ (2) Where the claims are S ated asa prod

_ uct and a process which involves merely the

fact that a product having certain characieris-
ties is made. The examiner havin _jurisdi
plete and ade

_ bination distinguish
 teristics of a subcombination and such sub-

combination per se. The examiner having
jurisdiction of the subcombination can usually
make a complete and adequate examination.

Because of the high percentage of new ex-
aminers, situations frequently arise where the
Pa'tentaj)ility Report would of necessity be

~ made by an examiner who knows Jess abont th

art than the examiner seeking the Patentabi

examiner seeking the report is suffi-

ciently qualified to search the art himself.

In view of th

ted to p ‘

! felt to be in the best interests of the .
 fice to suspend the present Patentability Re-
Where it can be shown, hbweveri'-, .

be permitted

with the approval of the up Mar
of the group to which the application 18 28-

Rev. 16, Apr. 1968

roup Manager



ween a rejection and
, e ion, involving the , : ;
examination o aims 1 e same p review by the Board of Appe
m,%}mut,;ggioﬂ;f h every art, whether it ~ While a je if persisted in, ms

aU of thp requlm—
“ nove fv useful L

obmﬂtmn ism
rejected claim, if the epend
wise a!!owable. See 608.01 ( n)

_ subject and it ls'wpar@m fmm : ' ' ent groundo rej
claims and the Applicant’s arguments that the is on ¢ atentability ir
rded to be direc e to,ﬁmnh paf~ that 15 1

 Bee T0. 07y,

/mnq u;huul

oper]
‘,pmpmmy of a 3 :
on % panwulw' in rpwu
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reference in support of his

licant to season,ably: chal-
s establishes them as ad-
pe Tn re Gunther, 1942 C.D.

re Chevenard, 1941 C.D.

is applies also to asser-
In re Selmi, 1946 C.D.
In re Fischer, 1942 C.D.

141: 500 O

_ tions of the
595: 591 O.G. 160
1995: 538 0.G. 503.

70603 Rej

Not Based on Prior

8]

The t of the examination of an
; { y determine whether or not the
, ; 1 patentable advance over the
~ prior art. This consideration should not he
relecated to a secondary position while undue
emp A
rejections. Effort in examining should be con-
centrated on truly essential matters, minimizing

ections

~its of the statutory clas

s griven to non-prior art or “technical™

or eliminating effort on technical rejections

whieh are not really critical. Where 2 major

technizal rejection is proper (e.g., lack of proper

diselosure, undue breadth, ntility, ete.) snch re-

jection should be stated with a full development

of the reasons rather than by a mere conclusion
coupled with some sterentvped expression,
Generally speaking, the inelusion of (1)
negative limitations and (2) alternative ex-
pressions, provided that the alternatively ex.
pressed elements are basieally equivalents for
the purpose of the invention, are permitted if no
uneertainty or ambiguity with respect to the
question of scope or breadth of the claim is
presented. :
The Examiner has the responsibility to make
stive the wording of the elaims is sufficiently de-
finite to reasonably determine the seope, Tt i
applieant’s responsibility to select proper word .-

6

The

d discoveries. ,
ention or discovery must ¢ |
daries set forth by 35 US.C.
its patents to be granted only
and useful process, machine

r composition of matter, or

new and useful improvement thereof.

 The term “proces

* as defined in ;,35,:f

160, means process, art or method, and inclx

2 new use of

tion

facture, composition of .
sions ha

Judicial deci
ject matter not patenta’ble‘ unde
follow: o

_ For example, 2 mere arrangement of printed

‘matter, thongh seemingly a ¥manufacture.” is

rejected as not being within the statutory

rlasses.

 NarvrarLy OCCURRING ARTICLE 0
Similarly, a thing occurring in nature, which

iz substanfially unaltered. is not a “manuiac-
ligestive

e

rure.” A shrimp with the head and ¢
rract removed is an example. Ex

son. 51 USPQ 413,

-
¥

Mernop or Dorvg BrsiNess
Though seemingly within the category of a
process or method. the law is settled that a
method of doing business can be rejected as not.
being within the statutory classes, Hotel Se-
v Checking Co. v. Lorraine Co., 160 Fed.

eurity
467. ;
- SerexTiFic PriNcirne ,
A scientific principle, divorced from any
rangible  structure, can be rejected as not
within the statutory classes. O'Reilly v. Morse.
15 Howard 62. ) S
This subject matter is further Timited by the
Atomie Enerey Act explained in T06.03(by.

F L Rev. 1R, Oct, 1068



to such applications, but
mstitute a determinztion th:

“means

o . (or steps) on the ground
claim distinguishes from the prior art
 element (or step) defined as a
or “step”) coupled with a statement

of function. However this provision of para-

 sons fully stated.

sub-

Act. Pape

pected promptly by
reived to determin
has been amended t

L, 1’2( . ,
, 5) of the Atomic E

- must. niy by Group 220 pers
706.03(c) Functional

~ See Ex parte Ball et al, 1953 C.D.
0.G. 5 In re Arbeit et al, 1953 C.D. 409:
677 0.G. 843 and Ex parte Stanley, 121 USPQ
621. o . o
Yection 112 of the Patent Act of 1952 con-
stg of three paragraphs. which read as fol-
pgs g
The apecification shall contain a written ‘demi'ipt'irm
_of the invention, and of the manner and process of
making and using it, in sueh fally clear, concise, and
exnct terms as to enable person akilled in the art
to which it pertaing, or with which: it is most hearly

Rev. 1R, Oct, 146%

 of the functi

 found in

_ rough rather than

4 675

68

position and dep

_be considered as subordi-
paragraph 2 that the

1 rticularly point out and distinctly
claim the subject matter. If a claim be found
to contain language approved by paragraph 3
such claim should always be tested additionally

graph 3 must always b
nate to the provision of

for compliance with paragraph 2 and if it fails

. .

to comply with the requirements of paragraph
9, the claim should be so rejected and the rea-

_ Paragraph 3 of section 112 makes pé,chiaﬁpge
in the established practice of rejecting claims
ctional in situations such as the fol-

which contains functional la
ported by recitation cl:
tructure to warrant the presence
jonal language in the claim. An
of a claim of this character may be
d in In re Fuller, 1929 C.D. 172; 388 0.G.
279. The claim reads: oy

‘A woolen cloth having a tendency to wear
smooth. '

9. A claim which recites only a single means

example

and thus encompasses all possible means for

iing a desired function. For an ex-
see the following claim in Ex parte

Bulleck. 1907 C.D. 93; 127 0.G. 1580:

In a device of the class described, means for
from one .

transferring clothes-carrying rods

ting them on a suitable

support.

706.03(d) Vagu

When the Examiner 1s sé
ble novelty is disclosed and

d Indefinite
jsfied that patenta-
it is apparent to




 correction.

rejection of a claim s indefinite wou
to present no difficulties. On o
a great dcal of

, u ]
such as a “metal, excepting n%;elf’. m

a claim indefinite. Expressions such as:

hydrous”, “colorless” and “non- isonous” have

been allowed. They can be definite and are b

_ far the least cumbersome w
~ limitation, The mere inclu

Is in a claim otherwise “l‘awable;

d for rejection. But see Ex parte (

' Alternative expressions such as “brake or
ake a claim indefinite if
wo different elements.

~ locking device”
the limitation
If two iva)
“rods or bars
be considered
Still another
definite is -

re referred to such as

i8 7 equitur occurs. For
example, a itial and therefore
indefinite when it recites “said lever” and there
was no earlier reference or no anfecedent in
the claim to a lever. An indirect limitation

also affords a ground of xfegéctian ag indefinite.
I£ o “lever” is set forth and, later in the claim,
“gaid aluminum lever? is recited. the‘claim ig

rejected as indefinite. [R-16]

e) Product by Proeess i

An b;}tlcle' which cannot be described in'a’n'y"

other manner, may be claimed by a process of
 making it. In re Moeller, 1941 C.D. 316, 527

0.G. 559. Applicant must, however, make a

_tain lo

- 19925

ative expression may

ch a claim can be in-

of matters not
y or operability than with
essential thereto. See also

,fprolwy whe ’
unimportant dets

_which hide or obscure the invention. Ex p

Tagan, 1911 C.D. 10; 162 O.G. 538, exp

. kthe,,‘thqu%ht that very long detailed claims

so many elements that invention can-
esibly reside in the combination should
jected as prolix. See also In re Ludwick,

.D. 806; 339 O.G. 393. , .

706.03(h) Nonstatutory Cla
Sor "appliéationSj when filed contain an om
nibus claim such as “A device substantially as
shown and described.” L
Such a claim can be rejected as follows:
Claim is rejected for failing to par-
ticularly point out and distinctly claim the
invention as required in 35 U.S.C. 112.
~ For cancellation of such a claim by Examin-
er’s Amendment, see 1802.04 (b).

706.03(i) Aggregation
Rejections on the ground of aggregation

should be based upon & Iack of cooperation be-

tween the elements of the claim. Many deci-

~ gions and some legal writers extend the term
to include old and exhausted combinations

(706.08(j)). Confusion as to what is meant

Rev. 16, Apr. 1868




anticipate the broad

laim. Moreover
bet

. presented
tion, or whether

ds for rejection of the combination

, are not determinative of the pro-

ejection is proper

. stein, 12 Q.
‘that an applicant |
a eombination which may be
dons not entitle him to a claim
element in combination with old elerm
the elements perform no new functic
sobination. In re Hall,

An improved (specifica
earburetor claimed in combination wi ga
reference is cited which sh
ymbined with a gasoline engine.
broad combination to be old.
1d in the claimed com-
ion between the rarbu-
1 : e same and the end result
is t ame. The claimed combination is an
improvement over the prior art only hecause
of the improved carburetor. The carburetor

Rev. 16, Apr, 1988

:ﬂcrﬁely relaf

 lowing paragraph quoted
 Whitelaw, 1915 qu

and claims 58, 55 and 56 are not

to only one invention or, i
ible inventions, 1

an applicatio gle claim, or a
claim to each itions might
appear to be ‘ ~eonvenient.
However, court decisions have confirmed ap-
plicant’s right to restate ( i.e., by plural claim-
ing) his invention in a reasonable number of
wave. Indeed, a mere difference in scope be-
tween elaims has heen held to be enoug

Nevertheless, when two claims in an
ation are duplicates, or else are ¢

ey both cover the sa
difference in wordin
: - allowing one claim to rej
as heing a substantial duplica
d claim. Also, it is possibl
claim on an allowed claim if the
by subject matter old in the art,

nl . The lat-
or ground of rejection is set forth in the fol-

_from Ex parte
8: 219 0.G. 1237:

“(aim 54 i3 not patentable over claim 51
tentable
over claim 50 in view of Comstock, No. 590,857
which shows that it is old to employ an engine-
casing in tools of this character. The claims
held patentable are congidered as fully cover-
ing applieant’s invention, and applicant can-




application is filed as a

req irement for restriction made by
equirement for re-

1 1958 CD 1 7' 0.G. 4 where Lhe Com

 Rev. 16, Apr. 1668




lt:pl"ici"tf  adhered |

] be included in suc

ted claims only will be
This,

procedu)

he rejec 1

Board of Appeals. :
~ See also section 706.03 (k)

- 70603(m) " :N‘one]ected'wlm’rehtibns

s 521 to 821.03. See p
the lac agraph of section 821 for the
of rejecting claims, which stand withdrawn
:anse they are not readable on the elected
ies, re applicant has traversed the

o

706.03(n) ’Ci)rrespondence;;bf"‘Clai‘in""'

required. The

and Disclosu
Rule 117. Amendment and revis

P . specification, claims and drawing must be amended and

lirity is

te phone call explain-
‘ nultiplied and

': i'ng' that

will be m] e should

im onsid

. _ments should be made for a second telephone

three working days.
aétp_d. a '_formal multi-
, including a complete

plicity rejection
by

record of the tele ,
n action on the selected claims.
 When applicant refuses tn comply
_ telephone request, n formal multiplicity
tion is made. No reference should be m
the unsuccessful telephone call.
 The applicant’s response to a formal multi-
plicity rejection of the Examiner, to be com-
plete, t ' '
1.

tion hag been made to a number

ng the number specified by the Ex-

amine the Office action, thus overcoming the
rejection based upon the ground of multiplicity.
or L ' ~ '

ther: ,
» the number of claims presented to
prevmusl by telephone, or if no

1

. to secure correspondence
_ fication and the drawing. . /
_ Another category of rejections not based o
the prior art is based n
rejected claim to the disclosure. In chemical
cases, a claim may

_ cation. Whenever an

_ aminer should in

revised when required, to correct inaccuracies of de
seription and definition or unnecessary prolixity, and
between the claims, the specl-

n the relation of the

be so broad as to not be
supported by disclosure, in which case it i
rejected as unwarranted by the disclosure. If
averments in a claim do not correspond to the
averments or disclosure in the specification, a
rejection on the ground of inaccuracy may.

in order. It must be kept in mind that an
original claim is part of the disclosure and
might adequately set forth subject matter
which is completely absent from the specifica-
tion. Applicant is required in such an in-
stance to add the subject matter to the specifi-
objection or rejection is
complete disclosure, the Ex-
‘the interest of expeditious
prosecution call attention to Rule 118, If sub-
ject matter capable of illustration is originally
rlaimed and it is not shown in the drawing, the
laim is not rejected but applicant is required

made based on i

Rev. 20, Apr. 1960




pplication fol-

ment thereof, the Examiner must

the alert to detect new matter. The pro-
, as been incorpo-

e. These rejections

hich amounts to nothing |

ous manner of producing an article

not patentable. An Applicant may
and useful article of manufacture.
conceived, i

pplicant asserts both articl
imns, the article claims are
the method claims may be rejected as being
_drawn to an obvious method of making the
7 e, ' L
"hile a rejection on this ground does not re-

ire the citation of art or the allowance of any

Jaim. it must be apparent to a perso

_ily skilled in the art, without reference to any

method diselosure contained in the application,
ot the elaimed article was made, It other

words, the rejection is proper if such a person
seould he able, upon the basis of his own knowl-

. to perform the claimed method merely

having the claimed article shown to him

or bs being told what ingredients it containes

Note in re Larsen, 49 C.C.P.A. 711; 130 U.S.-

P.0y. 209; 292 F. 2d 531,

Frew. 20, Apr. 106D

happens

gns ina foreign country prior to the date of the

_application for patent in this country on an applica-

ricn filed more than twelve months before the filing of
the application in the United States. .

e above quoted establishes four

h. if all are present, establish a
the granting of a patent in this

(1) The foreign application must be filed
‘more than one year before the filing in the
U nited States. i

It must be filed by the applicant, his legal

_representatives or assigns.

(3) The foreign patent must be a
granted (e.g., by sealing of the papers in Gre

Britain) before the filing in the United States

r. since foreign procedures differ, the act from
hich it ean be said that the invention was pat-
ented, has occurred. Tt need not be é)ublis ied.
£r parte Grosehwitz et al,, 138 USP.Q. 505

iiscusses the meaning of “patented” as applied

to (erman procedures, .
(4) The same invention must be involved.
1f such a foreign patent is discovered by the
xaminer, the rejection is made under 35
(d) on the ground of statutory bar.
e mew law only applies to applications
fdled after January 1,1953. ,

.




,’184’. Filing of applic
borlyzed’b

the order to be issued. The license

actively where an application has been inadsert- '
the application does not disclose

scope of section 181 of this title.
n “applic '
pplications and any modifications, amend-

mients, upplements thereto, or divisions thereof.
85 U.8.C. 185. Patent warred for filing without licenae,
Notwit inding any other provisions of Jaw any et
won. und his snceessors, assigns, or Jegal representa-
pereive g Dnited States patent for an

tives, <hall not
invention if that persnn,',or his successors, assigns. or
Jegal representatives <hall. ﬁ.»\'ith()tlt" procuring the
ticense preseribed in section 184 of this title, have
“made, or consented to or assisted another's making,
application in a foreign country for a patent or for the
registration of a utility maodel, industrial‘ design, or
‘model in respect of the invention. A United States
patent tsst 1 to such person, his successors, Aassigns, or

legal ;renrc.?a:ntatives shall be invalld. ;

__If, upon examining an application, the Ex-
r learns of the existence of a correspond-
1 application which appears to have

heen filed before the Tnited States application
had been on file for six months, and if the in-

vention apparently was made in this country,
he shall refer the application fo Licensing

tention to the foreign application. Pending
investigation of the possible violation, the ap-
plieation may be returned to the Examining
_ Group for prosecution on the merits.  When it

18 otherwise in condition for allowance, the ap-

“onc of several

n” when used in thls chapter

~(e) to respond or appeal, within the time
. limit fized. to the Examiner's rejection of

and Review Section of Group 220, calling at-

721

Other Assigned Application
n section 304, assignment of

lapping applications of the
same inventor may give rise to a ground of
rejection. See also sections 305 and 706.03 (k).

‘As pointed out

706.03(u) Disclaimer [R-19]

Claims may be rejected on the ground that

applicant has disclaimed the subject matter in-

Such disclaimer may arise, for exam-

volved.
ple, from the applicant’s failure:
(a) to make claims suggested for interfer-
ence with another application under Rule 203.,

section (1101.01(m) ),

(b) to ccopy aclaim from a patent when'sug-
gested by the Examiner, section (1101.02(f)),or

claims copied from a patent (see Rule 206(b)
and section 1101.02(£) ). : , St
The rejection on disclaimer applies to all
claims not patentably distinct from the dis-
claimed subject matter as well as to the claims

directly involved. '

706.03(v) After Interferehcek or Pub-
lic Use Proceeding [R-20]

For rejections following an interference, see
seetions 1109 to 1110,

The outcome of public use proceedings may
also be the basis of a rejection. (See Rule 292.)
Upon termination of a public use proceedings

including a case also involved in interference,

in order for a prompt resumption of the inter-
ference proceedings, a notice should be sent to
(he Board of Patent Interferences notifying
them of the disposition of the public use pro-
ceedings. o o
Hev. 20, Apr. 1060




\ making a rejection on res judicata,
should ordinarily be made also on th

Rev, 16, Apr. 1966




the LG oo ’3;4 .:,Q‘G‘
chemical cases, claimi

d as a gre ’xlxj}Jl‘conmstinFQf cer-
: i claim is

tamn st ials. This type o
employ no commonly accept

generic expression which s commensurate in

scope with the field which the applicant de-
sires to cover. Inventions in metallurgy, re-

fractories, ceramics, pharmacy, pharmacology
biology, may be claimed under the Mar-
ut it has consistently been held

form‘ula b

mproper t extend it to purely mech

ures or process steps. It is improper to

, “comprising”’ instead of “consis
parte Dotter, 12 U.S.P.Q. 382

he normally prohibited inclusion of
generic and

ims of varying scope (
or example) in the same case, see
urke, 1934 C.D.
f Markush claims of diminishing
1d not, in itself, be considered a suﬂf
sis for objection to or rejection of claims.
However, if such a practice renders the claims

indefinite

practice with respect to Markush claims of
diminishing scope is being continued. -
The materials set forth in the Markush group

ordinarily must belong to a recognized physi-

752’5-."&2; (5« 54 2

441 0.G. 509. should be subsequently held invali

or if it results in undue multiplicity,
an appropriate rejection should be made, This

n of a Markush type,iclaim based
grom nted out above relates

ituation may occur in which 2 ffpa.‘tént.eek
presented a number of examples which, in
_examiner’s opinion, are sufficiently repre-

 sentative to support a generic claim and yet a

court may subsequently hold the claim invalid

on the ground of undie breadth, Where this

happens the patentee is often limited to species
claims which may not provide him with suit-

 able protection.

The‘allowa‘ncefof a Markush type claim under
ue genus claim would appear to be bene-
‘the applicant without imposing any

* undue burden on the Patent Office or in any wa
detracting from the rights of the public. Suc

subgenus claim would enable the applicant

to claim all the disclosed operative embodi-

.intermediate level of

ments and afford him |
nus claims

protection in the event the true

.

The examiners are therefore instructed not

sh type claim merely because
of the presence of a tr 18 claim embra-
cive thereof. o

See also 608.01(p) and 715.03.
706.03(z) Undue Breadth

Ir. mechanical eases, broad c]aiiﬁs mi;y,,;;piéop-
erly be supported by a single formofa.n ap-

ev. 17, July 1968




jse “rin'author‘izing
arte Grier, 1923

ull faith and credit should be given to the

search and action of a previous
re is a clear error in the
wledge of other prior art. In gen
miner should not take an entirely n
*h or attempt to reorient the point
' a previous examiner, or make a n
in the mere hope of finding somethi

.

Because it is unusual to reject a previously

allowed claim, the Examiner should point ou

in his letter that the claim now being rejected

wag previously allowed.

706.05
. Application ‘ ~

See 1308.01 for a rejection based on a refer-

ence. , ,
For rejection of claims in an allowed case
which has failed to make the date of a senior

Rev. 17, July 1068

Rejection After Allowance o

ie rejection or other action may be »
pon applicant’s response is limited to appeal in
"of rejection of any claim (rule 191) or to -

final refection, the examiner
nds of refection then con-

claimed should be thoroughly searche
first action and the references fully applied;

~ and in response to this action the applicant
 should amend with a view to avoiding all the
_grounds of rejection and objection. Switching
from one subject matter to another in the

claims presented by applicant in successive
amendments. or from one set of references to

anothe

cessive actions claims of substantially the same

subject matter, will alike tend to defeat at-

taining the goal of reaching a clearly defined
issue for an early termination; i.e., either an

lowance of the case or a final rejection.

ile the Rules no longer give to an appli-
right to “amend as often as the Ex-

] resents new references or reasons for

rejection”, present practice does not sanction

hasty and ill-considered final rejections. The

_applicant who is seeking to define his invention

in claims that will give him the patent protec-

tion to which he is justly entitled should re-

ceive the cooperation of the Examiner to that
end, and not be prematurely cut off in the

by the Examiner in rejecting in sue-
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jection.
gle previous Ofﬁ
&;tatementof agr

l’)"fln ! ‘ 2
desirab

age fo ,
e actmns up o, nd

706. 07(a) Fmal Re,"jf
Proper on Second

older dercizions on questxons
,pmmatureness: f final rejection or adml
subsequent amendments i
flect present practice. Tnder
second actions on the merits shall be I
_ where the Examiner in
~ of rejection not ne )
the applieation by apr
any ¢ 'll'um not. ummufwi %v 1pp
rewctmn relies on newly citec
%e section 809. 02(a} for actions
sneric claims not allowable.
onsideration uf ~laims in an
where no attempt s made to po

practice.
1], except

fim«mhlﬂp novelty, the F aminer shonld he on

guard not_to all ow <urh elaims,  See section
714.04. The claims, however, nity, he finally
rejected if, in the opinion of the Kxaminer, thm

me it e CO red. An

part appl:catmn is n

includes subject mat

iner.
wholly dlstmct from the ,
; Te. not be
ground for appea
plaint before th Board of Appea.ls
wable by petition.

, ,06 07(d) Final

drawal of, Prema re

~f"on request by ap licant for
Sxaminer finds the final rejection to
premature, he should withdraw the

final Jectrlon
] ered in a case, ho
plic

ther amenc

will place the case either in condition for al-
Jowance or in_ .r form for appeal may be
admitted. A amendments complying with

objections or requirements as to form are tobe

ymnnttvd after final action in accordance with
tule 116(a). While the Office will continue
rigorous enforcement of Rule 116, citation of
new art l»v the Examiner in a final m]wnon

Rev. 20. Apr. 1960

,ent or argu-
dment that



he practi

hew non-reference or so-called “for-

on such as those

n is thhdrawn, all

the final rejection are

. (b) The appltcan

ion. The reasons for any

ection or requirement will
ation or references will be

be stated and such f

given as may be useful fixi aiding the applicant to judge ,
of the propriety of continuing the prosecution of his

_application.

707.01 Primary Examiner Indicates

 Action for New Assistant

 20] P
 After the search has been completed, action
_ ig taken in the light of the references found.
Where the Assistant Examiner has been in the
Office but a short time, it is the duty of the
Primary Examiner to go into the case thor-
oughly. The usual procedure is for the As-

[R-

sistant Examiner to explain the invention and

discuss the references which he regards as most

sertinent. The Primary Examiner may indi-
cate the action to be taken, whether restriction
or election of species is to be required, or
 whether the claims are to be considered on
their merits. If action on the merits is to be
given, he may indicate how the references are
to be applied in cases where the claim is to be

" Rev. 20, Apr. 1969

~ Examine

'answersonappeal
ce declarations or modifi
n interference motions

(sectio 1101.0"21%3) e
Requests for jurisdiction fo

quests for withdrwwal from issue
Rule 312 amendments
Rejection of previously allowed claim

' Final hdlding‘of abandonment for insufficient

Actions based on affidavit evidence (Rules 131
and 132) :
Suspension of Examiner’s action
Reissue cases (decision on reissue oath)
- Requests for an extension of time ‘
r's dments
equirements

Actions Which Require the
 Attention of the Primary
. Examiner [R-20] =
There are some guestions which existing prac-
tice requires the Primary Examiner to be per-
sonally responsible for, The following actions
fall in this category: '
Third action on any case (section 707.02(a)).
Action on a case pending 5 or more years
(section 707.02(a)). o o
Final rejection. - ,
Initiating an interference (section 1101.01

(c)). |

~ First requeéfy for extension of time (section
710.02(e)). '

Disposition of an amendment in a case in

interference looking to the formation of an-
other interference involving that application

(section 1111.05).




ce yof each letter should in-
f that action, as, “This apgh-
'ed” lf it is the st

' such as supplem ’
ew drawmgs et

, ge
_ tence such as “Amendmen

or a lzs yof,yactlons that are to’ besubmltted'ak.; been received” following th i ml sentence.
' 'n'c‘ctm's, see 1003, 1004, and 1005. It should be noted, however, that in cases filed
, , o before October 25, 1965 i in whlch claims in excess

Rev. 17, July 1068




patentees must be stated, and such 'he,r, data must be
1y to enable the applicant |
ting foreign pat-
, ol

te. pages or plates, and place of pub- |

Heation, or place where a copy can be found, shall be
given. When a rejection is based on facts within the
personal knowledge of an employee of the O he
data shall be as specific as possible, and the | ference
must be supported, when called for by the applicant, by
the affidavit of such employee, and such affidavit shall

ontradiction or explanation by the affi-

pplicant and other persor e

Provided by Reference Or-
der Center .

Copies of cited references (ex

below) are automaticall furnished

charge to applican ether with the Office

tion in which they are cited, Copies of the cite

references are also d in the application file

‘ 1 uring the pr ti

Copies ¢ vhich are citec

time of all n Ex parte Quayle

and by applicant in accordance with 707

and 708.02 are not furnished to applican

the Office action. Additionally, the prac

furnishing, automatieally and without ¢

Rev. 17, July 1968

rt

(v ) pies of PO— .
and Other Ref
not enclose any

he folder in the “Out Box for

Form PO- is completed, and the folder
ared and forwarded to R.O.C. in all cases
vhich a reference is to be provided, regard-
of the type referencecited. =~ =~ =~ =
Foreign and Other References are copied and
returned to the Art Unit within 48 hours. If

it is not feasible to release such a reference from
_the Art Unit, the Examiner should have two

copies made. These copies must be clearly
Jarked as such. Both copies are inserted into
he folder for forwarding to ROC.

1f one copy of a reference is to be used for

two or more actions simultaneously, the folders

involved must be fastened together with an
explanatory note on top. , i
1f Special Handling is desired, a “special”
sticker should be attached to the top of the
folder. L o
Jumbo U.S. Patents will be furnished to the

_applicant, but will not be placed in the appli-




any way on the fact tha
nt or attorney, but wi

o i

(a) the num c imited  In citing references for the first time, th
to not more than five ate inless a iden g data of the citation should be

 satisfactory explanatio y to why  place form PO-892 “Notice of References

more than five citations are necessar . vited”, a copy of which will be attached to the
_(b) one copy of each of s  typed action. No distinction is to be made be-
is submitted; , _tween references on which a claim is rejectedand
(c) a detailed discussion of those formerly referred toas “pertinent”. With
pointing out with the ! ot _the exception of applicant submitted citations
Rule 111 (b) a e ma in which the  (sections 707.05(b) and 708.02), the pertinent

Rev. 21, July 1069




ng dats
U.S. filing date of the ap-
ate of the patent must be
the ci

of its filing date and not its patent date. Simi-

larly, when the reference is a continuation-in-
part of an earlier-filed application which dis-

closes the anticipatory matter a neces-
sary to go back to the earlier filir te, the
fact that the subject matter relied upon was
originally disclosed on that date in the first
_ application should be stated. '

i .

In the rare instance where no art is cited in a

continuation application, all the references cited

during the prosecution of the parent application
will be listed at allowance for printing in the
patent, See section 707.05(a).

Rev. 21, July 1969

f sheets and page
pt for applicant subm

should be similarly handled. If

~ the total number of sheets and pages in an
publication fo e furnished (other than U.S.
~ patents) exceeds 15, the authorizing signa-
~ ture of the Supervis

Primary Examiner ol
plicants who desire a
oreign patent or of the

copy of the com
on” must order it in the

portion not “reli
usual manner.

See section 901.03(a) for a chart in which
foreign language terms indicative of foreign
o ,Fntent and Pubhcati n aate ,

isted. Foreign language terms indicating

to be cited’ are

printed applications, which are to he cited as
pﬁiblications, are keyed to footnote (3) of said
chart. L :

 PUBLICATIONS

‘See section 711.08(a) for citation
abbreviatures and defensive
section 901.06 (¢) for citati

‘Custodian publicatio

In citing a publication,
should be given to dete
facilitate the location of
data required by Rule 107 (

Bél%m’n and Netherlandsprintgd.
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707.05(:)

Eﬁecuv Dam,of Dechm-
ﬁed P

In using dec]amﬁed material as ref
there are usually two pertinent dates to
_ sidered, namely, the printing date and ¢l
Tication date.  The printing date in
stances will appear on the material and m
considered as that date when the materia
prepared for hmxted distribution. The publi-
cation date is the date of release when the ma
~ terial was made available to thv priblic. See

tified and the peric
n exther c.ase, the Ex-
~in ink,

n i tha paper in whxch the error appears, and
re pl ; 'tmls h

f such paper.
per number
as been cor-

'~~:the Manuﬂ of Clerical I
410.C (2) and (3).

In any case otherwi y fo

 which the erroneous citation has |

mally co in an offic ~
aminer is directed to correct the citation on an_
Examiner’s Amendment form PO
If a FOREIGN patent is incol
for example, the wrong country
or the country omitted from the

General Reference Branch of

brary may be helpful. The date and num
r of the patent are often sufficient to deter-
mine the correct country Whlch granted the

be  patent.

To correct a citation pnor to maxlmg, either
before or after sending the typed action to
Reference Order Section (R.0). <L), see the M: i

,,tmlnf( Terieal l’nmmlmw Sec, 410.0C01).

Rev. 21, Tuly. l')mk




pbz‘épﬂa’te circumstances, such as mis-

fundamental defects in the appll-

g '
the terms or phr Ie
tion used to describe the invent
sufliciently cons . with the art tc

make the e ™ specified m"\ e 104,

Fxaminer should make a reasonabl search of L . :
- 707.07(c) Draftsman’s Requirement

ood from

the invention so far as it can be unders

the disclosure. The action of the Fxaminer

may be limited to a citation of what ap ears to
_ be the most pertinent prior art found
request that applicant correlate the terminology

Rev. 21, Jnly 199

~ Examiner’s action, ¢
cases wrere it indicates allowable subject mat-
 ter, call attention to Rule 111 (b) and state that

and a

1S LETTER”

formal a

sted by the Draftsman

‘Head of the Applica-

D-1 Each of these

omp riginal for the file record

wo copies to be mailed to a'F, slicant as a
of the Examiner’s action. They are spe-

cifically referred to as attachments to the letter
 and are marked with its
_every instance where these forms are to be used

aper number. In

 they should be mailed with the Examiner’s first
Jetfer. and any additional formal requirements

which the Examiner desires to make should be
cl first letter. -

rmal requirement is made in an

ction, that action should, in all

a complete response must either comply with

‘all formal requirements or specifically traverse .

each requirement not complied with.

 707.07(b) Requiring New Oath

on 602.02.

[R-21]

See ion '7()7.07(&)'; alsn mrtimisﬁ 408,02

p]icnt‘ions/ o



. avoi

trast, 35 USC 103 authorizes a ‘rejecw ; ; L 10
tion where to meet the claim, it is necessary to ! rrection of all informalities then present

modify a single reference or to
indity 2 single foloreh o or 10,

th (1) the difference or differences in

cation of the applied refer-
1o arrive af the claimed sub-
(8) an explanation

cation would be obviou

atever may be the Examiner’s

view s to the utter lac

he should not exj

_ that the application is, or appears to

of patentable subject matter. Nor should he
express doubts as to the allowability of allowed
claime or state that every doubt has been re-
solved in favor of the applicant in granting
him the claims allowed. . ’ ”

combine it with

wer the spplied reference(s), (2) the .
.~ Where the requirements are traversed, or
~ suspension thereof requested, the Examiner

should make proper reference thereto in his

of a personal nature mustbe
\ of patentable merit
in the disclosure of the application examined,

in the record the opinion
be, devoid

the ga 0
which the rejection was originally

Examiner should no

 requirements outstanding against the
 Every point in the prior actig::lnof '

{3

b to Bill applicable must be repeated

n as allowable subject matter is found.

be required.

action on the amendment.
~ Where the applicant traverses any rejection.
the Examiner should, if he repeats the rejec-

 tion, take note of the applicant’s argument and

answer the substance of it.

 If a rejection of record is to be applied to

a new or amended claim, specific identification
of that ground of rejection, as b citation of
ph in the former letter in

stated

should be given,




‘as much as possible.

wrily should reject each claim on a valid

o

grounds svailable, avoiding, however, undue

iplication of references. (See Y02
jor technical rejections on grounds such as
ation, lack of proper disclosure, undue

adth, serious indefiniteress and res judicata
should be applied where appropriate even

_though there may be a seemingl; snfficient re-
_ jection on the basis of prior art. Where a major
 technical rejection is proper, it should be stated

with a full development of reasons rather than
by a mere conclusion coupled with some stereo-

typed expression, f

In cases where there exists a sound rejection
on the basis of prior art which discloses the

“heart” of the invention (as distinguished from
prior art which merely meets the terms of the

claims), secondary rejections on minor technical

Rev, 16, Apr. 1068

 involving perpett
plished by rejection on all other availab

retained etai under Rule

out specifically applying it to

r hand, a rejection on the .
no prima facie showing for r
e, new matter, or inoperativeness (not
rpetual motion) should be accom-

given. Since a claim retains

meral throughout the prosecu

its history through successive is the
easily traceable. Each action should conclude

~ with a summary of rejected, allowed and can-
celled claims.

Claims retained under Rule 142 and claims
set ont in 821 to 821.03 and 809.02(c).

See 1100.02 for treatment of claims in the
application of losing party in interference.
The Index of Claims should be kept up to

date as set forth in 717.04.




| claim, the Office action should state that the
claim wonld be allowable if rewritten in inde-

cates that the
subject matter, he may note in the Office action
that certain s or features of the patent-
able invention have not been claimed and that
if properly claimed such claims may be given
favorable consideration. o
 T{ a claim is otherwise nllowable but is de-
_ pendent on a cancelled claim or on a rejected

pendent form. .
EarLy ALLowance oF CLaius

Where the Examiner is satisfied that the
prior art has been fully developed and some of

the claims are clearly allowable, he should not

delay the allowance of such claims.

_ “Examiner” and the stam

8h st re ,
ection of the claims. The Exami-
i should be constructive in nature
ossible he should offer a definite
r correction. ‘F}lrthe]r,;]nn Exam-
y

pplicant intends to claim such

has been placed in the file.

typed name, and forward to the au-
,sxgzlatory,,Exammerlfor signing.

707.09 Signing by Primary or Other
~ Authorized Examiner |
Oi,‘igina‘lyfi"s‘, sighéd,'fhe word
name of the signer
copies.

ugh onl;
should appear on the orig

~ The original, signed by the auth

_ aminer, is the copy whic
_ wrapper. The character of the action, its paper
_number and the date of mailing are entered in

is placed in the file

k ink on the outside of the file w.
_ygf“Contents”. . , '
‘The_ date should not be typed when the
tter is written, but should be stamped on all
copies of the letter after it has been signed

. by the authorized signatory Examiner and the
copies are about to e

‘mailed.

707.12 Mailing [R-20]

In cases where no references are to be pro-
vided by Reference Order Section (R.0.S.),the

copies are mailed by the Group after the orig-

inal, initialed by the Assistant Examiner and
signed by the authorized signatory Examiner,

In cases where cited references are to be pro-
vided, the original and copies after signing are
forwarded by the clerk to Reference Order Sec-
tion (R.0.S.) for mailing. The file with a copy
of the action is retained in the Group. After
the copies are mailed by R.0.8,, the original is
returned for placement in the file.

Rev. 20, Apr. 1960




'plfcuﬂmm (rvies , ;
tion to the rmpecttve examlning divmans havlng th

ions which have been acted upon by
which have heen nlaved by the ap-
for further mtimx by
fon<y shall be tceken
11 be determined b

which has the oldest ﬁ'ectlve U.S. filing date.

Except as rare circnmstances may justify Grou

Directors in granting individual exceptlo,
s basic pohcy apphes to al applmatmns.

Rev. 20, Apr. 1969

or those spe-
-day due date,

and Declsmns on

remaininginthe
in .

1 of e.raminaﬁ(m (a) Appli-
 for examina-
ovided by these
he (Commissioner to expedite
, Or upon afveﬂﬂed showing

(b} Appncations wherein the lnventlons are deemed
of peculiar importance to some branch of the public
service and the head of some department ot the Gov-

\n ,ent requests imme ate action for that reason, may, ,

‘ dvanced,tor examination. o

ertain 'procedures y the Exammers ta.ke'f
precedence over actions even on special cases.

For example, all papers typed and ready for,

, sl{.ﬂ];tfl"‘f* should be completed and ma:led




easure, be

Office officials

: 'ta:kéilg'“lip for action by an
Ex ing to its effective filing date,
should be tre: as special by any Examiner,

Art Unit or Group to which it may subseq

new cases transferred as the resmlt of a tele-

phone election and cases transferred as the re-

_ gult of a timely response to any official action.
Applications which appear to interfere
r applications

y be allowable, or which it is de-
1 be placed in interference withan »

tent or patents (Rnle 201).

ady for allowance, or ready fo‘rﬁ,”k

pt as to formal matters.

(h) Cases which are in condition for ﬁnnl‘"~

__rejection,

_differing therefrom only in matters of

, 3 uently
be transferred; exemplary situations include

reviously considered

ore y
such that he
n the prosecu-
were to run its

to make special a conﬁpuingi)appli-
may be based on an allegation that the
ation contains only claims which have

applice
been held allowable in an earlier case or claims

or by immaterial terminology. The Exe
whether
and

would, by reason of the previous

learly subject to immediate
uld report the fact.

:a ProcEpure FOR CERTAIN

CCELERATED ExAMINA-

A new application ‘may be granted special

status provided that applicant (and this term
~ includes applicant’s attorney or agent) concur-

Rev. 18, Oct. 1968




_inventions Wi
pecial status base
petition in the pa
applic ! ion must

by the inventor, attorney, professional se

ers, etc., and list he field of search by class
and subclass, publication, chemical abstracts.
~ foreign patents, et .
e ~S!1;b its one copy each of the references

')

ust be submitted before

ken up for action, but in no event later than

r request for special status

ances where the request for thu o
1tus does not meet all the prerequisites
above, applicant will be notified and

. in the request will be stated. The
_application will remain in the status of a ne

application awaiting action in its regular

In those instances where a request is d

in one or more respects, applicant will

. v '
one opportunity to perfect the request. If per-

fected, the request will then be granted.
Once o request has been granted, prosecution

Rev. 15, Oct. 1068

_sponse

bject mat-

to the subject matter
18, A first action rej
nth shortened period
iring the three-month

icant is encouraged |

he Examiner ,

as many issues as

fore the interview, appl
tative should cause to be.

_iner’s action. Such a

part of the file, but will for

. gionattheinterview.

8. Subsequent to the interview, or responsive
to the Examiner’s first action if no interview
was had, applicant will file . d”’
The response at this sta

stricted to the rejecti

de. An

: : ' roper response.
4. The Exam ill, within one month from
date eceipt of applicant’s formal re-
take {1(1£s,the_appl'cat ion for final dispo-

minates with the setting
d for response, or a no-.
Examiner’s response to
ed after final rejection
ay of forms 827, 303

» to issue, or by an

uld applicant choose to

brief is time. Of course,
relatively minor issues or deficiencies
be easily resolved, the Examiner may
inform the applicant of

terview after final Office ac-
ermit nless requested by
vever, telephonic interviews

Sxaminer. H
‘here appropriate for the

e permitted

ill constitute eithera



-of search

Whemev hls res]
niner sh%ﬁilld

tion, the Supervisory P

~ see that he spends h

possible in winding up'tim old comp jcated cas
0l 'ed records and getting

: has considemble expenence

rtlcu]a art, it is also advantageous

Dffice if he indicates (in. pencil) in the

file wra pers of cases in his docket, the field
r or other pertmem data that he con-

&Mem appmpnate

nited States whenever publication of the

the gmntmg of a patent thereon might be

suspe '
an unpendmg Office action
xtension o ;tune

Exumznemfsiwuld ot yconsxder ex parte,
qnestxons ich

, ’proceed’" 1z the same applicant or
_party of inte

y | ex pnrte Jones, 1924'
C.D. 59; 32706%1) .
Because of this where one of several
m inventor or

to a
ice to suspend
matlons not in_

partly in view of In re Seebach, 1937
OG 503 the prosecution of all

i erence is required to
as far as possible, by treating as

rt the connts of the interference and by
rejections forcing the drawing of proper lines

of dwxsmn. See sect ‘,n 1111.03.

,709 02 Actmns Following Corres nd-,

_ence Under Rule 202 [R—-20] o

.See scf'hon 11‘}} O1(1).

710 'Pe’riod for Response k[R—ZO]

35 U.S.C. 13

L Tpon failurca of the amﬂi‘ ant to prom ute the appli-
' _«-ation within six m:m'm after any action therein of

mimioner in the case 0 appuratioun ,

detrimental to the public eafety or defense, at the rea . et

spartment oroa zﬂmm

tions in which the Ofice ,m“, :
nnder Rule 139 will be ens-

ﬂt-(ckyrtﬁd a request: file
pended for the mhre ﬁ«ndmm of fhmw npp’imtlonw

(nmmMum-r fh bodelay was unmnldﬂbh

See Chapter 12/% for period for response
when appenl is faken ov court review songht

89 ’ ni e Rev.20,~Am. 1969




‘ from the day of the
to the date of rece pt

. deemed necegsary or exmdient
notified in writing that response is required in less than
oElx monthu. the maximum period of six monthn is[k

~ new. oath etc. the case w:ll

sponding paper.
i /er’s letter dom '

not disturbed. In all cases where

gphcant )

ate. These are kn

are estabhshed_ nder nthorlty of
] h

imit requirement shc
where required.
f shorltened N :
ently on t rst page
in which a shortened o

‘Wmmng party in termmated in-

- response penod runs from the date of
- ous action, a statement to that eﬁect s
included. !

lcation in a shorter time than six months, but not‘ '

. less than thirty dnyn whenever such shorter time s

allowed

~ Rev. 20, Apr. 1069

this fact. In this case respo

Unless the applicant 1s

terference fo reply to unan-
~ swered Office action

Where, after the termination of an inter-

ferenoe proceeding, the application of the

winning party contains an unanswered Office

tion, final rejection or any other action, the

pplicant of
to the Office
reqmmd within a sho ned statutory
rlodrmmm from the date of such nofice.
Ex parte eter@on, 1941 C.D. 8. 525 OG 3.

rimary Examiner ‘notifies

;y Ex parte Quayle

When an apphcauon is in condxtxon for'

allowance, except as to matters of form, such

__as_ correction of drawings or sg:clﬁcatmn, L
cﬂnsxdered o

1109.01 , L



applicant {
onths) to' r&pond
jection in the Examiner’
A shortened st‘itut

s;gned : amen
S : ‘fmont,h (
710 02(c)' ,:Tlme-lel o

; n,,:Whlch Used -

, continuation application
rected, applicant w‘guen one month to
he defect : , :

~ copled. ' claimer A r@)v'
~cannot make : ~r]a3mer 5 8 )mmla
‘  complete f ,
WOrY, "ﬂ“ B
his is not ap Sk
n pmz nmtmcvne nit bugz.mm 1filmd a:.y I N




. If a reques
duplicate and nccompanied by a
turn-addressed envelope, the Offi will indicats
the action taken on the dlmlir:umnml mtum,?,

promptly in the envelope. Utilization of this

 Rev. 21, July 1969

b There sometimes ari
- different periods for

riods onse are runming

an application, the one limited by the -
period. the other by the lim-
a subsequent Office action.

I

eption, involvi

t periods for response are running
the applieation.  One period, the fi

where two :



ton’s Birthday, February 22; Memorial D
y 30; Independence Day, July 4; La
(first Monday in
- in November) ;
25; Inauguration
every our years). ‘Whenever
on a Sunday, the following day
“also a holiday. Ex. Order 10,358: 17 F.R. 5269.
~ When a_holiday falls on a Saturday, thi
receding day, Friday, is consid 0 be i
~ day within the District of C
Il be): d

or a holic

When an amendment is filed &

mas Day, De-
(January 20, R
r a holiday falls = tir
(Monday) is

, in September) ; Veterans™ G
-ember 113 Thanksg}i‘ﬁﬁgi Day (fourth
D

ay.
h i? 0 |
than the expiration of the peri fixed by

statute, care shonld be taken to ascertain
‘whether the last day of that period was Satur-
day. Sunday or a holiday in the District of
Columbia, and if so, whether the amendment
was filed or the fee paid on the next succeed-

"

piration of the peri e
ponse, a new period for response Starts from
“date of the Office letter giving the correct
atio us period is restarted re-

nner of correcting the rec- -

Where for any reason it “becomes necessary
mail any action (section 707 .13}, action
ould be correspondingl lgh tad};e is the

matter necessary for a proper
noNse nt’s time to respond begins
ith the date of correction of
nple. is |
ence which is not cited at all nor already

(rule 138), the application will become abandoned. .
) Prosecution of an appl to save it from

stantially a complete res
but consideration of some ,
some requirement has been In

portunity to explain and supply

given before the question of abandonment is considered.

‘Rev. 20, Apr. 1969

time remaining. See section =

D of correction of such defect. An
an action rejecting a claim ona



kay be expml
n Rule 138.

~ ments of Ru]e 138.

- If it does comply, the Examlner should re-

nd by using form POI.-327 and by checking

e appropriate boxes which indicate that the
Jett in comphance with Rule 138 and that
" ' forwarded to the

plication is
ned Files Unit.
( ttom of the form. If

mply with the require-

Hy explanatory

| "Lasséeu 1884 CD. 66; 29(')(} 861, an an?:

,Rav 20 Apr 1969

abandoned b

e Examiner’s signa-

appheanon be-"f' e
pphcant “fails to prose-
ithin the fixed s

ency of L :
ete and proper'gctlon, as the

tion of the case may reqm

tory period (Rule 135).
Abandonment by enti
ts no problems.

y is to

‘aminer should not:fy the applicant or attomeyf -
_at once that the application has been aban-
- doned by using form letter POL-827. The
‘~.~pmper boxe*s on the form shou]d be chef'ked ,




estwns of
e Exammer k:liow the

y is within the statumry
nsive to the Office

, 1002(0), ps,r (c)

‘See also section 71402to71404 Lo




cond 4 phca on ]
:  an. earlier case if it

ot s to all the claims, then roceadmgs on
tha.t apphcanon are t/ermmamd as of the ds.t;a -

' er and the apphcantﬂ
‘ date,on which tlm statu-

the applicar .
er and point out to i

"plimtkm wndamd' for failure'to mem maybe_

revived as & pending ‘app‘nmtion i it own to the




1,111%“)e

’ cated on the msuﬁclencyvof

enta.stocont; lling tes the

and does not require a {
the applicant
it

N Perrmion To anm

\ When an apph
aminer accompanied by

~ Commissioner.

will be given for an actxon.

j Rule 181 statee that the Exammer “may be’ff' oAERien
directed by the Commissioner to furnish a

ived by the Ex- - Abas
o th the petition to  which.

 revive and the accompanying form (POL-~
- 269), the ‘Examiner will complete the report
form which will then be forwarded to the
‘No communieation will be sent
to the applicant by the Exammer and no credlt

'om~ Cenber‘.w

require at least two d

. file should be retu\
" 'lon,c.rer needed

Exammers may expedite ser
ﬁles by tele

_ written statement within a specified time set- 11.0"

‘ting forth the reasons for his decision upon the
_matters averred in the petition, supplying &
~ copy thereof to the petitioner”. 0 '

n, how-
“ever, the %eeshon is passed upon without a
'statement ing requested

ig clear from the record. Unless request

.~ sucha statement should not be prepa See
: 1002 1. L

o 7 ll 04 Dnspomtlon of Abandoned Ap—ff ']’

plications

Eo:trfwt !rom Rule 14 Abandomad awllcationﬂ mAy
be destroyed after twenty years from thelr mlng date,

Rev. 186, A‘pr. 1908 ,

, if the issue rai ised

. acmpwd with
sons mdlcahed in the seco

ne ‘ o

par: agraph of Rule

318, or else a showing under Rule 183 ]ust;xfymg -
fsuspenmon of Rnle 313 ' L




npphcant m ,
of the technical disclosur

open for pubhc inspection and th
- _provisio 1ally abandons the application,
is rights to an interference for a limitee
f five years from the enrhest effectix

filing date.

| ’I‘hc, dofensno public ation of an .xpp]lcan n

A cont nmm;r apphmnnn (divisional
| n) fil
12() fm )
, film«r (lat

earliest c-ﬂ'wtm- .S h'lm;z dat

srrmlar applu ation is fn ed uftm"mpxrutxcm of, ;

335817 € 6% -3

, special by the
, the apphcanon is

i'ﬁle, the Pubhc Sear
uminer’'s search files. L
publication agphcataon files

Room after»_ i

n ,pphca;hon ‘may be cor
ublicatio id
inder Rule 139 agr
- defensive publication. The
'ubhca\tmn should (1) be signed by

rd or b\ the apphcant and t
(2) request the Com-
act of the dlsc]osure 5

I’I. 'mnn upon o
’)re sly ab'mdon the app 'ca onto

S e/

:the appl lc:mon to ﬂw extem nece%sarv to deterA o

Rer, 20, Apr. 1969




for printing.
select on made

n the drawing an
f Informal Patent Draw-
: )efensne Pubhcatmn .

appl and
on when notifying

n bt ore appmva] L
Inkfommlr L




pplication
ent neﬂ'ect;m

nnl\ewthe dl“l‘ . ion avail- 1t as \b]]

able to the publi ally befor / ‘patents or applicatic b hese printed pub-

tinuing application . £ tions are cited as prior ' .

prior art unde ule 291 by any person or U 102¢a) or I ) effective from

15 ace epted erati e ev ‘ ion in the (

1 subsequently conduct
file jacket

3 9 : ¢ i
1x uminer when preparing the appli
continuing - 'lpphcatlon of suc}*
, ‘tpphr'atwn for '1]lowance. ‘

Juring rhe five year peri
ctive filing dnte, o
)etween dofensw pub]lcatmn ‘lp-' o

bm'acts
Brown, (s aerad nr 'ﬂ)b % ,
). oo filed L lmb]

ner inspects the prmts or brie :
ose. dvfonsnv _publication applxra ons

Rev. 17, July 1968




‘;xoner as though no' Iapse had ev er. occurred

An apphcaxmn abandoned by reason of
_ure to pay the issue fee was formerly referred to
as a forfeited appllcatlon.,

W he three months’ penod within w lnch'

the lssue'fee might have been paid has expired,

_the file is returned by the Issue and Gazette

Branch to the Examlmng (rmnp Certain

© Rev. 17, July 1068

: not be permitted at any’
vaut ity of the ‘Commissioner.

~should also be f‘hecked

rmng a
& Office must be ad in the exam-
es, within office hours, as the
¥, deﬂignate Interviews will
‘other time or pla e without the
Interviews . for the
'scussxo ‘of the patentability of pending apphcauons g
A ‘had before the ﬂrst official actxon thereon.

ith examiners con
S pendmg before

espective axaminers

_ Interviews are permissible o any working

lay except durmg periods of overtime work.

An interview should normally be arranged -

~ for in advance, as by letter, telegmm or phone
~call, in order to insure that the Primary Exam-

‘and/or the Examiner i charge of the ap-
plication will be present in the Office.  When a
second Art Unit 15 involved (Patentability Re-
port), the availability of the second Examiner:
(bee 705.01(f). ) An ‘




n

could serve to develop and cl

mutual understa Y

hereby -
tion. Thus the attornev
self for an interview chould !
to diseuss tl sues raised in the (
1t 15 4 ou‘; th‘lt the ‘lttorn
ot be permxtted

_ prepared s
; T'he E am cr shou]d nr:t hesitate to state.

‘claims preser ed for con-

quire furthe

the F\ammm

search an
hesitate to conclude an interv
pears that no common ground c
nor when it becomes apparent th
cation requires further amendm
tional action by the Examiner.
It is the du f the Primary B
i not extende
nnable pvrm( even when he do
Hv participate in the interview
jo an interview with an ‘J,pphc.mt
_is prosecuting his own ca and is not far
- with Office procedure the Examiner may make

mz;_rgmnons th.lt will advance the ]nm tmr,

“tions permit, as in the

imstances requests that
ng any further action on the case

visit to I‘Emhmgtoxr ,
0 the date -

paper, ex iner and clerical proc&
ed as far as pmctlcable based.
The extent of procesam;.,

‘ ';mte-n 19\\ is

rquns, and t
i mdxmtzon
the second
greements
re condi-
ar error.

W?l‘(’ reac

nowledge of other pric
miner. shou]d take crnsistent
Feements pwanv yeached,  See

!(-m(*m ni u-lvphnm- p.ua tice in




ws t tiare SOIely for ﬂne P

ixaminer as 3_' ale

the. appi '

greement betwpen

',,fbusunoqq thh flw Mtent Omt‘p slmum t
writing.  The personal ‘attendance of
~ their_atlorneys or agents at the Paten®
necessary. The utmn' r)f the Patent ()ﬂi

Rev 11 Jnn 1967

~be ])‘l}uz
s the clai
; record'

n Ex pnma (’!m}]e actlon :
by If the,mao :

; an 'n‘;:umont not
'shmﬂd bL trmvesd as m (‘1) or

\ ws, see 71 Bﬂl." -
k.p? 1 unusual situations, 1o mta view is
d 'tfter tlw hr wf on amwa] is filed or




ng an application
1d attorney is the

uently 12 uested ? per-
s are of such informal
serious question as i

. Rev. 11. Jan. 1967




interviews may prove va
ent Office policy places ;
E‘hone; interviews initiated
‘or this reason, 1t 1S
_ sary for an attorn
 interview as specifie
amining Procedu

ITe Memos
iner,

akln g a,_,téléphone

h would result in

or questions or.
e them concisely,

onal

Inte;

applicant more time for

discussing the points raised.
 For an interview with an exami
 not have negotiation authority,

should always include an examin

have such authority, and who has f miliatized

 himself with the case, so that authoritative
agreement may be reached at the tim

interview.

Grourep INTER

For attorneys remote from Washington who

prefer personal interviews, the grouped inter-

. into th

sgest minor, probably quickly "

of the

ason, the telephone number
should not be typed on Deci-

r an

r demor d g the interview 0
odel thereof which may be sent to the Office
prior to the interview where it is received in

~ the model room and forwarded to the group. ‘
: is - the Examiner

to be received by

e applicant or his attorney. |
‘s08.050a).

ntimes a model or exhibit is not given
ustody of the Office but is brou ht

Spection or demonstration during the
arse of the interview. This is pe st .
smonstrations of apparatus or “exhibits too

714:ge~ to be brought mto the Office may be

ewed by the Examiner outside of the Office, 5t

X W%smngton) with thp;apﬁwval‘g& of the Pri-

aminer, It is presumed that the wit-

demonstration or the reviewing

6piﬁg ‘and clarifying of the issues involved

~ in the application. , “
713.09 Finally Rejected Application
Normally, one interview after final rejection
is rmitted. However, the intended purpose
_ and content of the interview must be presented
_ briefly, either orally or in writing. -
~approval of the Primary Examiner, an inter-
‘view may be @
‘vinced that disposal or clarification for appeeal

ith the

granted if the Examiner is con-

Rev. 15, Jan. 1368

other interference -

to the group by the attorney so ely
permissible.

| & actually essential in the de-



signed ‘amendment or one niot proper!
_person having authority to. prose- :
not entered. T '




plied with.
_Drawing an

ing th

 tion of the merits of a case may

_ corrections, new oath, etc., be insisted upon
* Rule 119. Amendment of claims. The claims may be:
amended by canceling particular claims, by presenting.

_ new claims, or by rewriting particular claims as in-
dicated in Rule 121. The requirements of Rule 111 must

be complied with by pointing out the specific distinc-

 tions believed to render the claims patentabie over the -
© references In presenting arguments in support of new

claims and amendmenta,

An amendment submitted afber,a'séoond or

subsequent non-final action on the merits which

101

 action, & le

riod when applicant’s amendment is found
‘not fully responsive to the last Office
letter should at once be sent applicant

‘must be complete
order to avoid th
o 3 .05. . :
Where a bona fide response o Examiner’s
action is filed before the expiration of a per-
sible period, but through an apparent over- .
ight or inadvertence some point necessary to a

complete response has been omitted,—such as

n amendment or argument as to one or two of .

~ several claims involved or signature to the :
 amendment,—the Examiner, as soon as ‘he
 notes the omission, should require the appli-

cant to complete his response within a specified

. - time limit (one month) if the period has
 ptior to any indication of allowable subject ~ iready expired or not sufielens tne e leftto
' | If this is done the application should not be
‘held abandoned even though e
period has expired. See Rule 185(¢). Similarly,

take action before the expiration of the period.
‘the prescribed

where there is an informality as to the fee in

_connection with an amendment presenting addi-
_ tional claims in a case filed on or after October
925, 1965, the applicant is notified by the clerk
~ on form POL 319. See 607 and 714.10.

" The Examiner must exercise discretion in

applyi
abuses thereof.

this practice to ssfeguard against

 Bev. 18, Apr. 1988




‘ “the ‘claims
allowed. (See Ruie 111, 714.02.)

' An amendment fallmg to point out |
,entable novelty which the applicant
5 hi he?fcllito

' grounds of reco
generally be mad

',714'.65"' Exa

Actlons

_ inspected unmedlately upon filing to determine

- whether they are compl
preceding Office action so
~ donment of the application. TIf found inade-

quate, and sufficient time remains, app
‘should be notified of the deficiencies
warned to complete the mponse w1thm th
statutory period. See 714.03.

All amended cases when put on the Exs,m-

iner’s desk should be mspected by him at once

to determine:
If the amendment is properly

(714.01). ,
If the amendment has been ﬁled wi

statutory period, set shortened penod or time

limit (710).
If the amendment is fully reepommve See
714.03 and 714.04. :

Rev. 16, Apr. 1988

' T 07
dy t, mpeclallv those ﬁled it
_ near the end of the‘statutory period, should be

ly responsive to the
‘a8 to prevent aban-

later, w

mzuled (date) o

> ,  714 06 Amendments Sent htox Wrong . o
' (Growp.

Qee 508 01

Amendments Not in Perma‘
nent Ink 5

“easily erasable” paper violate the requ.lrement :

 The fact that Rule 52(2) has not been com- -
 plied with may be discovered as soon as the

amendment reaches the examining group or,

the case is reached for action. In

the first instance, applicant is promptly noti-

" fied that the amendment is not entered and is

1 required to file a permanent copy within 1

~__month or to order a copy to. e
Patent Office at his expense. Physical entry

of the amendment will be made from the per- e

- manent copy. L

~If there is no appropﬂate reeponse within

, thp 1 monfh period, a copy is made by the

, Rule 52(&) requlres “permanent ink” to‘be

used on papers which will become part of the

- record and In re Benson, 1959 CD. 5; 744
0.G. 353 holds that documents on so-called'.,;

‘made by the



;the te]egra', v
If confirmati

. dxvxsmn of apphcahon“ /
: ”? should accompany the apphcatmn,
but no other amendments to the snecification

or drawing should be requested until the anpli-

cal on has recelved lts %rxal nnmber and ﬁlm

714 10 Clanns Addcd in Excess'
Filing Fee ~

The new Fee Act, effective Ootober 2 1965,
prowdes for the ? osonta on
- excess of filing fee.
tional fee (see 607), the
~ presented any time after the application is fi
which of course, ine ‘Judes the time before the first

action. This provision, it should be (-mplm

10'2. :

cation be. presen

peal has been tm

in ;appealed cases. Atter d'eéislon‘ on appeal, ame
ments can only bhe made as' provlded in. rule 198. 0

. to carry into effect a recommendatlon under.

 Once a final re]ectxon that is no p ,
as been entered in a case, egphcant no longer
ght to unrestricted further prosecu-

This does not mean that no further

_the case exther

in condition for allowance ‘or in better form
for appeal may be entered.

r;omp ymg w;th jections or reqmrements as

Ru’]fz 116 (a) . Ord_’inat'ily', '

’{'Fouow [R-18]

o \ny amendment hmel} filed after a ﬁnal re-

34 ction shnu}d be nnmedmte]y com:dmed to dea - |

Rw 21. July 1‘)6973

Also, amendments

rmitted after final actionin



~as amended present,new 1s— e
) eratlon or search

: fﬁnallv rejected
© asp acing the applica
‘ better,mnd;tmn for appeal; E :
D. 247: 117 0.G




- plicant for
' ;shou]d be

(a) and»fRule 116(b) for purp
should be presemed in the first re

ﬁnal action and will be considered.

are submitted afte
such first response, th
, not. warranted-,

'argument oF aﬁdavxt

: ,f"mxtted in the first response after final

sponse subsequent to the fi
ction is received be

should be refused entry
will be used for

; \statutory permd for replv after final ac-
ion, under Rule 136(b), will be considered by
the Prlmary Examiner; petitions for further i
‘extensions w111 be demded by the Group o

irector. =
It should be noted that under Rule 181(f),
setition will not g

_the period for reply to an. Examiner’s action
~ which may be running agamet an application.
See section 1007 for appeal and poqt appeai
procedure , ‘ e

. Rev. 21, July 1963




fore ‘and thus be |
revision of fh{ ape

ntability of all of

me and finally ,
} : thev may he consldered and

y the

) lunntmg out the' patent-
; m;_h! to be .uidud or

Rm' "1 Ju!v 1969"‘




ymendment under ule 312

independent) in excess
‘paid for, additional .

fter Octo-

ight. See section 714
See sections 607 and 714.16(c¢) f
fee requirements. ' o

 714.16(b) Amendment Under Rule
- 312 Filed With a Motion

Under Rule 231 [R-21]

~ Where an amendment filed with a motion
~under Rule 231(a) (3) applies fo a cage in 1ssue,

 is entered and a notice

 The amendm

3

ntr{)is recommended by writing “Enter-
‘ 3 3 ;

o Not Enter” or “Enter In Part”

favorably considered, it

entry (POL-271) is

. prepared. No “Entry Recommended under
Rule 3127 stamp 1s required on the amendment.

_or on the notice of entry in view of the use of .
form (POL-271). The Primary Examiner

his recommendation by stamping and

s name on the notice of entry form

recommendation is com-

ely ad report giving the reasons for
non-entry is typed on the notice of disapproval

LY . .
(POI~271) and signed by the Primary Exam-

ner.

Tuly 1900 L 104

~ The amendment is PROMPTLY considered
by the Examiner who indicates whether or not




the stamp which s
: nf t)w m.uuimmlt ir

L\en mml delnery shonld he

B 9('1eened to remove all qmendments

ning agamst the a.pphcant
should be processed with

The purpose of this prc

« lmfoun and prompt treat

of all’ casez where the a

v. ingareplyioa pmpmed amendment

inceled in lead pencil on the

The Examiner should then :
(POL-271) remmmendmgz the entry of
_ ceptable portion of the amendment and the ne
_entry of the remaining portion together witl
his reasons therefore. The cl‘ums entered
should be indicated by number in this report.
 Handling is similar t complete entry of a
Rule 312 amendment.

If the application v led on or after Oc*to

ber 25, 1965, entry in part is not recommended .

unless  the full "additional fee required, if
any. accompanies the ammulment See sec tum-
607 dnd 71-} 16(c). '

71 4 17 Amendment Fxled After the Pe-

riod for Response Has Explred  ,

_When an application is not pm«ecuted
w1th1n the period set for response ¢ and thorpaftc»r

©action. By having all of these

the Supervisory Primary Exami
~will be made aware of the need fnr an ;
treatment, if th

xample, the 511p€l\)~01$ Prnnau qu.
i1l hnow whether or not the Examiner in each
ase is on extended leave or otlwr“he ine apxble

. of moving the ¢
- periods (5 or 3 d:

ses of this type, thé a{)phcnnt should rece

a Patent Office communication in suflicient tis

to adequately consider his next action if the :

is not allowed. Consequently, the clerical ha

dling will continue to be special when these
cases are returned by thv '}:‘\ammers to rh«.
clerical sections.

The amendment or lettor is phcod in the file
given its number as a paper in the qpphmtmn.

and its vhalactor pndmwd on tho file wr rapper. i

in red ink.
When several amendments are made in an ap-

~ plication on the same day no particular order
_as to the hour of the receipt or the mailing of
,',t}w .xmendmems can be assumed, lmt considera-

Rev. 21, July 1969




| admitted even
_rejection or
i the clai

dments ’Eﬁ,uéredin |

~ rule prevails that an amendment should not be |
~entered in part. As in the case of most other
- rules, the strict observance of its letter may

_ sometimes work more harm than would resu

or ’ed‘j that it cannot

7. An amendment so
See section

be entered with certa
s e
8. An amendment cancelling all of the
claims and presenting no substi
claims. Seegection 711.01, -~ .
9. An amendment in a case no longer within
the Examiner’s jurisdiction with certain ex-

 Rev. 21, July 1969

~ from its infraction, especially if the amenc
 ment in question is received at or near the end
_of the statutory period. Thu S

(1) An “amendment’

called-for and unnecessary substitute 5 ,
‘tion along with amendatory matter, as amend-

tute claim or ments to claims or new claims, should be

entered in part, rather than refused entry in
toto. The substitute specification should be
denied entry and so marked, while the rest of
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_presenting one or more new ones
,whmh the Examiner cannot allow, the amend-
: after the statutory period has endﬁd i
ed to the extent only o
d claims. Of ¢ :
ere in the Exanu r's opin-
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 Officially Entered”.

_ Ifitisto be retained in the file an amendatory

paper, even though not entered, should be given

~a paper number and listed on the file wrapper f
with the notation “Not Entered”. See Rule 3,
- 714.25, for an. instance of a paper which may

ed

2 Entry of Amendments, Direc-

,  tiomns for [R-16] .
Rule 121. Manner of making amendments. (a) Eras-
ures, additions, insertions, or alterations of the Office
flle of papers and records must not he physically
entered by the applicant. Amendments to the applica-

‘tion (excluding the claims) are made by filing & paper
_(which should conform to Rule 52), directing or re-

queutjing that specified amendments be made. The ex-
act word or words to be stricken out or inserted hy said

. claimed material and not.
" changes in tbe particalar clai
" ing in:accordance with paragrap
~ prohibited. . e

. parenthetical
 amended,”

- extent ol
i graphical'‘erm
' manner will

" lmited to_
more 1ha

ent by rewrit-

ey Inp

 tion and the claims are
. paragraph (a} above.
 The term “brackets” set forth.
means angular brackets, thus: [
not encompass and is to be disting

parentheses (). Any amendment

_entheses to indicate cancelled maiter

rewritten under Rule 121(b) may be h

- responsive in accordance with f{ule 121(c)

714.23  Entry of Amendments,

_ tions for, Defective

 The directions for the entry of an amend-
 ment may be defective, as, inaccu
~ line designated, or lack of precision w S
word to which the amendment is directed oc-
- curs more than once in the s SR
is clear from the context what is the correct

ified line. Ifit
place of entry, the amendatory paper will be
properly amended in the examining Emup,
and notation thereof, initialed in ink by the Ex-
aminer, who will assume full responsibility for
the change, will be made on the margin of the
amendatory paper. In the next action
the applicant should be informed of this altera-
tion in his amendatory paper and the entry of

 Bev. 16, Apr. 1068
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. paper submitt
ith o view

applicant shall ms 0
tion of the inveution in this Ty be
date of the application on which the domestic pa
jssued, or before the date of the foreign patent, or

ent or publication cited shall not bar the grant of

patent to the applicant, unless the date of such paten
or printed publication be more than one year .

_ the date on which the application was filed th
" (b) The showling of facts shall be such, in charac

ter and weight, as to establish reduction to pra

 Rev. 16, Apr. 1968

te, or any domestic
vhich is in its di

o -
1 may be sed :
foreign patent or

of the domestic applica;tioﬁ-" o

e effective filing date of appli-

parent application or an International
ntion proved filing date is prior to ‘the

_ effective date of the reference, affidavit under

 Rule 181 is unnecessary and the reference is

used. See 201.11 to 201.13.

‘Where the reference is a prior U pat-
1O 108 & o same inven-
tion, the question involved is one of “double
'patent% L L g
 (8) Where the reference is the disclosure of

before the date of the printed publication, then the pat- & prior U.S. patent to the same party

same entity, claiming

_the question is one of dedication to

nt. re Willien et al., 1085
.929; 464 0.G.88.

,notco-

it be established that the portionof
introduced into the patent application by
dment and as such was new matter, the
) ice  date to be overcome by the affidavit isthe date
prior to the effective date of the reference, or concep- 0 the amendment.
tion of the invention prior to the effective date of the



he date the applic
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_ was in possession of

'a nt claiming f'th_ :
‘however, 7115.03.

7 15 03 Practlce Rel'tlve to Chemxcal ’, :
Cases "

In chemxval cases, where gvene ciclalms have

been rejected on a reference _discloses a
species not antedated by the affidavit, the re-
}ectlon will not ordinarily hdrawn un-
 less the applicant is able to

In other words, the affidavit under Rule 131
L must shrm a8 muc h as the mmzmum dx%losuro

BT ; , ;
: 71.).06 Aﬂidavn Under Rule 131 Must:'}, -

tablish that he
the generic invention

rior to the effective date of the reference.
. uudcr Rule 131 has been filed is to be involved

1 in an mterferenm, lh@ aﬁxdnvxt must, be ssmlt@d'

up, the
§? y‘f{ =y

:5  the other apphcant to sign
al, 1936 C.D. 95; 462

C. The Assignee o er partvr in

when it is not possible to produce the affid

~ of the inventor.
e 913 105 0.G. 261

Ex parte Foster 1903 CD S

mmg vention as applic

. its issue date is less than one year prio
~ filing d'tte of the Qpphcatmn ‘being ex

’s remedy, if any, must be by way of

mste'td of Rule 131. The Examinerr' .

""*PUBLICATIOV If the pafeht e

o the same mventlon as the application,

be noted in the
t can. then be overcome
\ g \*ote. however,‘ i
(‘ 135, 11010‘? ; ,

Be Removed Before Intt':rfer-Vi o
; enoe

Where an ap )lxr'aimn in which an afﬁdmlt" ‘

ce letter.



etches he should

ed p
not sufficient, Ex

ketches were ma

remembered, they produced and

. {furnished in place of the originals. The same
_course should be ursued if the disclosure was
by means of models. If neither sketches nor
" models are relied upon, but it is claimed that

verbal disclosures, sufficiently clear to indicate
~ definite conception of the invention, were made
 the witness should state as nearly as possible

the invention to others.” FExz parte Donovan,
2 » O 19 e

,y.ﬂ(r. 309. . il
: must state FACTS and pro-
duce such documentary evidence and exhibits

 The

art of the im
ble of proof, as
nother |

cudder,

e lies in the wa)f;

resented. If applicant di

| agrees with a holding that the facts are in-
 sufficient to overcome the rejection, his remedy

s by appeal from the cdhtinned-'mjecti

G hem: if the 71 50 7 ‘(‘_g)’;,’ Dlhgence | .
~ Where conception occurs p
' the reference, but reductio

ward it is not enough

_plicant had been dili
1889 C.D.

218; 49 0.G. 733. e
eant by diligence is brough out in
ybold, 1893 C.D. 515; 64 O.G. -
_law, an inventor is either dili-

the language used in imparting knowledge of _ gent at a given time or he is not diligent; there

are no degrees of diligence, A man may be

diligent within the meaning of the patent law

‘when he is doing nothing, if his lack of activity -
isexcused. o ‘




. Gresse mk, 1896 C.D. 39;
' meration g o
glary ~ All affidavits presented which do not

pARNG
his effect

\enﬁon, or on_ '
a prlnted puabli-

, g grounds o
ponswe to the re]ec on an

the general po cyi of the
ollov‘vﬁed”for a ltzing penod

G. 1573, The en
of rejections in  'the rule is merely exe

11 within or under other specific rules are to

in le; al pr1nc1p]es and <tandards have
ablished respecting affidavit ‘evidence.
re applicable to all affidavits, while
_applicable only to particular typ
d below. The ¢

aidor gmde to the exami
 affidavits.

Affidavits tl

 final action or appea

davits und@r Rule :

yarte Romunder, 1910 C.D. 121:

200 F
Ex. parm Bowyer, 1939

For affidavits under Rule 131 filed qi’tpr ap~‘ '

:  peal see Rule 195 and section 12 12,

wist be seasonabh,
Iax parte Berg. 1906 C.D. 36; 190 e
) al, 1960 C.D. 204; 755
) . not timely filed nmst meet the reqmrementq of
. : RU]F 19«’

- and commented upo

rthisrule: ;
t1n1elv or seasonably ‘
tion or appeal) to be
‘In re Rothermel et
0.G. 621. Affidavits

(2.) \ﬂidahts must set forth facm, not merely
clusions. - In re kae al,, 1950 C.D. 105;

; "Rev. 19,'Jﬂn.”1!)m‘ i

ted ‘rfc()nmdered as falling under this

pphcable to a]lyf ,
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' 'znoh 1 , . 31 ‘47 ()G H)"

( )I’FRABII
TS dmv to pass np«m

rention which he is

,, ‘ free (o express
nion on that question so long as he
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a patent.
o concld— :

sich présumpt .‘10\'ercome by a mere

’Qhowmg that it is posmb]e to uperate within

vithout obtaining the‘.l ‘

pmmw presumed also that skillec
workers would as a matter of conrse, if they
do not nnmedmtv]v obtain desired results .maké L
ain experiments and adaptations, within

kill of the competent worker, The fail-

: of oxponnwnferc who have no interest in
eeding should not be accorded great “eight
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‘tifving the paper. The Patent Off
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