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The interference practice is based on 385
U.S.C. 1385 here set forth:

85 U.B.C. i85. Inderferences. Whenever an apmil-
cation is made for a patent which, in the opinisn of
the Commissioner, would interfere with any pending
application, or with any ubespired patent, he shall
give notice therecf to the applicants, or applicant and
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of..the patent thereaﬂ:er distrlbuted hy the Patent:
Office.

< Aelaim which iz the same a8; or.for the £AME OF

substantially the same subject matter as, 4 claim of

an issued patent may not be meade in'any application’
unless such a claim is made prior to ¢ne year fmm

the date on which the patent was gmnted

Rule 201 sets forth the duﬁnltxon of an m—a
terference and is here reproduced. ‘

Rule 201. Definition, when declared, () -An mmg
ference I8 a proceeding instituted for. the purpose; of )

determining the question.of. priority; of. invention be-;

tween two or more parties clalming. nnmmiauy the,

same patentable invention -and. may be. ingtituted as.
soon as. it ig: determined that common: patentable eub-;
Ject .mastter. is claimed in a plurality of applications.
or in AR applimtlon and a patent. .

(b) -An interference.will be declared between pend-;
ing applications for patent or for reiggue of different
parties when such applications contgin.claims for sub-.
stantially the same fnvention which: are allowable in
the application of ‘each party, and -interferences will
also be declared between pending applications for pat-
ent, or for reissue, and unexpired original or reissued
patents, of different parties, when such applications
and patents contain claims for substantially the same
invention whick are allowable In all of the appliea-
tiops involved, in accordance with the provislons of
these rules.

(c) Interferences will not be declared. ner eontln
ued, between applications or applications and patents
owned by the same party unless good cause .is shown
therefor. The parties ghall make known any and all
right, title and interest affecting the ownership of
any application or patent involved or esgential to the
proceedings, not recorded in the Patent. Office, when
an interference is declared, and of changes in such
right, titie, or iuterest, made after the declaration of
the interference and before the expiration of the time
prescribed for seeking review of the decision in the

interference.

1101 Preliminaries to an Interference

An interference is often an expensive and
time-consuming proceeding. Yet, it is neces-
sary to determine priority when two applicants

Rev. 12, Apr. 1967

the Commissioner may fssue & pateﬁt to the appileant

who Is adjudged the prior Inveintor: ! & el judgment:
adverse to a pateatee from: which-no:mppeal’ or ‘sther:
review. has: beesi or:chn b taken- or:had: shall con-:
stitute cancellation of:the clalns. involved from: the:
patent, and notice thereof shall be endorsed on copies:

cised both in the search f
cations and in ‘the de
tion as to whether .
declared. Also th
patents, especially those
against’ the application claims, sh
sxdﬁed for posszt;le hmferf nce,

e question of the pro net of initiating.
an interferen % p asg is aff ectedllx;g

is’ xmpractxcable. Some circumstances which
_an interference unnecessary are herem-
oted, but each instance must, be careful
considered if serious errors are to be avogdedy
,In determining whether an interference. ex-.
d be given the broadest inter-
retation which it reasomably will support,
lzmng in mind the followmg genera.l princi--
ples:
..(a).The . mterpretatxon should not - be-

(b). Expms hmztatmns in the clalm should
not be ignored nor should limitations be read
therein to meet the exxgencxes of & partlcular
situation. = ,

(c) The doctrine of eqmvalents wlnch is
applicable i in questions of patentability is not
applicable in interferences, i.e., no application
should be placed in interference unless it dis-
closes clearly the structure called for by the
count and the fact that it discloses equivalent
structure is no ground for placing it in inter-
ference.

(d) Before a claim (unless it is a patented
claim) is made the count of an interference
it should be allowable and in good form. No
pending claim which is indefinite, ambiguous
or otherwise defective should be made the count
of an interference. .

(e) A claim copied from a patent, if am-
biguous, should be interpreted in the light of
the patent in which it originated,

(f) Since interference between cases having
a common assignee is not normally instituted, if
doubt exists as to whether the cases are com-
monly owned they should be stibmitted to the
Assignment Branch for a title report. Note:
After September 1965 title searches are auto-
matically made only when the Issne Fee is paid.

{(g) If doubts exist as to whether there is an
interference, an interference should not be
declared.

164
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m foundm

Whm two or: wr pi&utim
be einiming the same ;guﬁn&t wmomhey
mey b put in:interfereisos; depesdent on the'
stetuy'o 'e%i@ ﬁesw:t e i flerence

betweon their flrog dates) Om éf ths applics-
tions should bein mndxm for allownnce. Un«
ugdal circumstances may justify an exogption m
this if the approval of the appropriate Director

is. obtained. . (Basis: Netice of November 29,_-.

1861,

Int?erfereneas will not be declared between
pending applications if there is a difference of
more than 3 months in the effective filing dates
of the oldest and next oldest ?phcatlons, in the
case of inventions of a simple character, or &
difference of more than 6 months in the effective
filing dates of the a lppheahons in other cases,
except in exceptional situstions, as determined
and approved by the Commissioner. Ifsn inter-
ference is declared, all applications having the
same mterfermg
cluded.:: (Basis: Notice of June 26, 1964.) .

‘Before. teking any steps- lookmg to the for-
mation of an interference, it is very egsential
that_the Examiner make: certain thet each of
the prospective parties is clai the same
patentable inyention and that the claims that
are to constitute the counts of the interferencs
are clearly readable upon the disclosure of each
party and allowable in each application.

It is to be ?oted that while the claims of dtwo
or more icants may vary in scope and in
mmatemay I()letmrlys, yot if directed to the same
invention, an interference exists. But mere dis-
closure by an applicant of an invention which
he ia not clai does not aﬁ'ard a ground for
suggesting to that applicant claims for the said
invention copied from another apphcatlon that
i3 claiming the invention. The intention of the
parties to claim the same patentable invention,
as expressed in the summary of the invention or
elsewhers in the disclos’ure, or in the claims, is
an essential in every instance.

When the subject matter found to be allow-
able in one application is disclosed and claimed
in another application, but the claims therein
to such sub%ect meatter are either nonelected or
subject to olection, the question of intorfereice
shonld be considered. e requirement of Rule
201 ( b) that the confiicting epplications shall
contain claims for substantisily the same in-
vention which are allowable in each application
should be interpreted ss meaning generslly
that the conflicting claimed subject matter is
sufficiently supported in each application and
is patentable to each applicant over the prior
art. The statutory requirement of first inven-
torship is of trangcendent importance and

ject matter. should k,n in-.

m o ba t no sction g:wen 5&&’”
e merig o t mleeted invention, . .
"ﬁm Y ividbld

The ﬁllbwabihfy @f §
first case is not a camh
m%up interferencs..
Application filed with gena
jos arid other |
but not specifically disived. * iiier
another application’ thé,_ﬁ%clﬂﬁﬁmé ﬁ.@x’d elg.
of which are restricted to mm of the nnchim«;&‘
species and lave been found'allovwable, I
The pm«mﬁhn of ghneric slaiing ts faken &
indicative of an intention to caver all spec
disclosed which come - the generic tlaim,
In all the above sxtunttom, tixe » p!m.nt has
shown an mtentmm {0 o} xm
which s actuisily hetig ‘cla
plication. These are to be
situations whers a distinet invention is. q:lmmed
in one applicstion but marely disclosed in an-
other spplication. without evidencs of an .in-
tent to claim the same. . The queation of inter-
forence should not be comsidered in. the latter
instance. However, if the application disclos-
ing but not claiming the invention is senior,
and the junior applicstion ia rexdy for iseue,

Bee. ¥, Jul. 1988
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1(b) .

“Where applications by different inventors but
of common ownership claim the same subject
tter or subject matter that is not patentably

instituted since there is no conflict of
Elpntnmatwnoghwnﬂ! cln,;ns
cept one case should ususlly- be required, Rule
78(b). 'The common assignee must defermine

e conflicting claims

the application in which

are properly placed. Treatment by rejection

is set for’th%ﬁ\See’tion‘ 305.02(8). .. ... -
II. Where an interference wi athlrdm

is found to exist, the owner should be req

to elect, which one of the applications shall be

placed in interference. S
Whenever a common assignee of applications

by different inventors is ealled upon to eliminate
conflicting claims from all exrﬁpt one applica-
tion under the provisions of Rule 78(b), a copy
of the Office action makmf this requirement
must be sent directly to each of the applicants.

Whenever a common assignee is required un-
der Rule 201(c) to elect one of the conflicting
applications o by him for purpose of inter-
ference with a third party, a copy of the Office
action making this requirement must be sent to
the applicants in each of the commonl{ assi%ed
applications. (Basis: Notice of March 1,1962.)

1101.01(¢) The Interference Search

The search for interfering applications must
1ot be limited to the class or subclass in which
it is classified, but must be extended to all classes
in or out of the Examining Group which it has
been necessary to search in the examination of
the application. (Basis: Notice of August 2,
1909.)

Moreover, the possibility of the existence of
interfering applications should be kept in mind

Rev. 9, Jul. 1066 166

for class® and ' subclass. designation.
His notations,: however; if made on the file
wrapper or drawings, must not be such 8s to
give any hint to the applicants, who may in-
spect their own applications at any time, of
the date or identity of a supposedly interfer-
ing ‘apg:lli(é#:tipd‘.« * Serial numbers or filing dates
of conflicting applications must never be placed

Y

upon drawings or file wrappers. A book of

«Progpective Interferences” should be main-

tained containing complete data concerning
possible interferences and the page and line of
this book should be referred to on the respective
file: wrappers or drawings. Feor future refer-
ence, this book may include notes: as to why
prospective interferences were not declared:
In determining whether an interference ex-
ists, the’ Primary Examiner must’ decide the
question. The Law Examiner may, however,
be consulted to obtain his advice and he will
have charge of such correspondence with
junior parties as is provided for in Rule 202.
(Basis: Order 2687.) R
The appropriate Director should be con-

sulted if it is believed that the circumstances
justify an interference between applications
neither of which is ready for allowance.

1101.01(d) Correspondence Under
Rule 202

Correspondence under Rule 202 may be
necessary.

Rule £08. Preparation for interference between GP-
plications; preliminary inguiry of junior applicant.
In order to ascertain whether any question of pri-
ority arises betweef applications which appear to in-
terfere and are otherwise ready to be prepared for
interference, any junior applicant may be called upon
to state in writing under oath the date and the char-
acter of the earliest fact or act, susceptible of proof,
which can be relied upon to establish conception of the
invention under consideration for the purpose of es-
tablishing priority of invention. The gtatement filed
in compliance with this rule wiil be retained by the
Patent Office separate from the application file and If
an interference is declared will be opened simultave-
ously with the preliminery statement of the party fil-
ing the same. In case the junior applicant makes no
reply within the time specified, not less than thirty




, pt ; :

;  tin.” Suchaﬁduﬂtdoeanotbecomeaputof

‘ 9 _ the record in the application, nor does any cor-

qulre an app hcant junior ;;nother applicant ~ respondence relative thereto. The affidavit,
“to state in writing under oath the date and the  however, will become a part of the interference
character of the earliest fact or act, susceptible  record, if an interference is formed.

. 166.1 Rev. 9, Jul. 1966



o, the : on s entitled to the

the filing date of the earlier applica-
e conflicting subject matter.
» (4,})lélf two or more gpplications are owned
by the same assignee, or are presented by the
same aftorney, it should besostated. == =~
. (5) Only the broadest claim proposed for
interference or, if various a  of an inven-
tion are claimed, the broadest claim to each
feature, need be identified but if the claims are
not present in either of the applications, a pro-
posed count should be set out in this letter. See
the second form letter in 1112.01.

(6) Any other points which have a bearing
on the deciaration of the interference should be

(7) Amendments or other papers filed in
cases held by the Law Examiner bearing on the

uestion of interference should be promptly
orwarded to him. : .

(8) Letters of submission should be ir dupli-

cate. (Basis: Notice of April 18, 1919.)

1101.01(f) Correspondence Under
Rule 202, Not an Action
on the Case '

Correspondence under Rale 202 is not an
action on the case. Hence, it cannot serve to
extend the statutory period if the case is await-
ing action by the applicant.

on is enti

167

Approval or
by Law Ex-

" The Law Examiner will stamp the letters
from the Examiner either “Approved
spproved,” s ay roquits,

the Law Examiner
Where the junior party, as required by Rule
202, states under oath a ds.texgg[a fact or an
act, susceptible of proof, which would establish
that he had conceived the claimed ‘invention
prior to the filing date of the senior applicant,
the Law Examiner”a]pproves the Examiner’s
proposal to suggest claims and the Examiner
may then proceed with the preparation of the
cases for interference. ’ '

_ Seavive StaTEMENT
When an interference is to be declared in-

‘volving applications which had previously been

submitted to the Law Examiner for corre-
sgo'ndence under Rule 202, before forwarding
the files to the Interference Division, the Ex-
aminer should ascertain from the Law Exam-
iner if any such statement has been filed and,
if so, get this statement and forward it with
the files to the Interference Division. (Basis:
Order 3380.) :

- The oath under Rule 202 becomes a part of
the interference file in contradistinction to the
application file as in the case of an affidavit
under Rule 131 or Rule 204 but, like them, is

Bev. 5, Jul 1965




1101.01(i) Correspondence Under
ion:Party: To Overcome

. iKiling. Date of Senior

¥

. If the:earliest.date alleged by s junior party
.‘Ru}qzozzfzxils;m'év,ew

 issug as speedily as possibl
& claims of the Junior spplicant will k

when gronted. A short-
senior party’s case. (See 71002(b).) =
. After the senior applicant’s application has
been passed for issue, the ugphcat_ion‘ is sent
to the Law Examiner by the Issue and Gazette
‘Branch in accordance with a note to that effect
attached to the application and he writes a
letter to that applicant urging him to promptly
pay the final fee, this being done to the end
that prosecution of the junior application may
be promptly resumed, the senior party’s di
closure then being available as prior art in
treating the claims of the jumior application.
The examiner may make a supplemental action
on the junior applicant’s case when the senior
applicant’s patent issues. ,

In the meantime the junior garty’s applica-
tion will be treated in accordance with the

following: ‘ ,

Where & junior party after correspondence
under Rule 202 fails to overcome the filing date
of the senior party, the Examiner when he
reaches the case for action will write a letter
substantially as follows:

In view of Rule 202, action on this case (or
on claims 1, 2, 4, etc., indicating the conflict-
ing claims and claims not patentable over the
senior party’s case) is suspended for six
months to determine whether an interference
will be declared (unless these claims are can-

Rev. 8, Jul. 1965

e
‘the junior-
else ocenrs to
'Exami

niner, and

| ?:mor party.

168

| date.’ To ‘this end, -
informed s to e

'ship: upon

!

the senior appl-

cation and cite the patent ‘with 'app_:?émabe
comment to the %x’nio ’;;Jplicantf immes ate)éy
after its issue. (Bagis: Notice of February 15,

1921.) : V
T, at the end of the six months® suspension.
it appears likely that the senior application will
be passed to issue within the next six months,
action on the conflicting claims and claims not
patentable over the senior party’s case should
again be susFended for a period of six months.
Of course, if the first suspension was directed
to certain claims only and the usual action was
given on other claims, it is necessary for the ap-
plicant to make such response as is required to
the action on the other claims. o

If, at the end of the first six months’ suspen-
sion, there is no likelihood of the senior party’s
application being put in condition for allow-
ance within the next six months and the only
unseftléd question in the junior party’s case is
the disposition of the claims on which action
was suspended, then the interference should be
declared. S

If the junior application is in issue when the
interference is discow and, in correspond-
ence under Rule 202, the junior applicant fails
to make the date of the senior party, the junior
application should be withdrawn from issue
(see “Letter Forms Used in Interferences,”
1112.04) and a letter sent informing him that
the interfering claim or claims and claims not

patentable over the senior party’s case cannot




“include a clalm in identical

‘terial llmltation

Rule °08 Prepammm for iuterfereme betweoen ap-

‘ pltoatiom, wwe&ﬁw of -claims for inferferemce. (a)
' Before the declaration of ‘interference, it must be de-
termined by the examiner that there is comm et

entable subject matter in the cases of the respective
parties, patentable to each of the respective parties,
sabject to the deberminxﬁon of the question of pri-
ority. Claims in the nmelnnguage,totom the counis
of the interterence, must be ptwent or be pmad. in
each application ; except that, in cases whsere, owlnc,eo
thenatureotthedlsclumsmme“ ¢ ,

tioms, it is not possible for all apr

common invention, an intu'terencé my be declared,
with the approval of the Commissioner, using as a
connt.. ‘répresenting ; the: isterfering subject matier a

t frong. the . ycorrespondfng claims of one

(b) When' thie ‘claims of two or more applications
differ in phraseology, but relate to substantislly the

same patentable subject matter, the examiner shall,

if it has been ‘determined that an interference should
be’ declared, suggest to the parties such claims as are

‘necessary to cover the common invention in the same

language. 'I'he ‘parties to whom the claims are sug-
gested will be required to make those claims (i. e, pre-

-sent thé suggested claims in their applications by

amendment) within a specified time, not less than 30
daye, in order that an interferéence may be declared.
The fallure or refusal of any applicant to make any
claim suggested within the time specified, shall be
taken without further action as a disclaimer of the
invention covered by that clalm unless the time be
extended. ‘

(e) The suggestion of claims for purposze of intep-
ference will not stay the period for respomnse ¢o an
Office action which may be running against an appli-
cation, unless the claims are made by the applicant
within the time specified for making the claims. '

(d) When an applicant presents a claimi in his ep-
plication (not suggested by the examiner as specified
in this rule) which is copled from some other appli-
cation, either for purpose of interference or otherwise,
he must so state, at the time he presents the claim and
identify the other application.

Although the subject of suggesting claims is
treated in detail at this point in the discussion

216-26% O =67 - i4
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knecessarytofnme.a

a.pphmnt copaes acla n@pk-
cation without ! byj; the E:amme
Rule 203(d). requires him.to “eo state, at the
time he presents the claim aad uimtdy the
cther application.” -

The question of what clmms to mggeut to f.he
mterfermg lications is one of great im-
portance, an: d silure to suggest such claims as
will define clearly the maiter in issae leads to

_'kconfusmn and (:;Ix:rolongatmn of the contest.

to be desired that the claims
hmh\mjto‘ form the issue of th

all the applications and clearly exgresmng tha
interferin, " subject matter and t it or
them to all parties. Whether selecting a claim
already presented or framing one for suggestlon
to all parties, the examiner should keep in mind
that where one application has a less detailed
disclosure than re- there is less chance for
error in finding eﬁ%‘t in all applications if
language is sel m the applwatlon with
the less detailed disclosure.

It is not necessary that all the claims of each
party that redd on the other party’s case be
suggested. The counts of the 1ssue should be
representative claims and should be materially
different. Stated ancther way, the difference
between counts should be one not taught by the
prior art, and should have a significant effect
1n the subject matter involved. genersl, the
broadest patenteble claim which is allow "le
in each case should be used as the interferc.ce
count and additional claims should not be sug-
gested unless they meet the foregoing test as
to material difference. In determining the
broadest. patentable count the examiner should
avoid the use of spemﬁc language which im-
poses an unnecessary limitation. Claims not
patentably different from counts of the issue are
rejected in the application of the defeated party
after termination of the interference.

The claims to form the issue of the interfer-
ence are suggested to all parties who have not
already made those claims.

Rev. 3, Jul. 1863




ther proceedings before the Patent Omeeinm\rin; the
* matter or application or patent: in: which the conflict-

1101.01(1) Suggestion of Claims, Ac-
C o v tion To Be Made at Time
' of Suggesting Claims

At the' same time that the claims are sug-
gested an action is made on each of the applica-
tions that are up for action by the Examiner,
whether they be new or amended cases.  In this
Wag yossible motions under Rule 231(a) (2)
and (3) may be forestalled. That is, the action
on the new or amended case may bring to light
patentable claims that should be included as
counts of the interference, and, on the other
hand, the rejection of unpatentable claims will
serve to indicate to the opposing parties the
plpsgition of the Examiner with respect to such
claims. o

The Examiner is required to inform each
applicant when the interference is declared
what claims in his application are unpatentable
over the issue. There would seem to be no ob-
jection to, and many advantages in, giving this
information when spggesting claims,

Where in a letter suggesting claims to an
applicant for interference, the Kxaminer states
that none of the claims in the case is patentable
over the claims suggested, this statement does

Hev. 8, Apr. 1966

claims sre suggested for imterference,
riod determined by the Examiner,
Lo 30 days, is set for reply. See

" Should any onme of the applicants fail to
e the claim or claims suggested to him,

within the time specified, all his claims not pat-

_ entabllle thereover are rejected on the ground

_that he has disclaimed the invention to which
th It icant makes the sug-

aims later they will be rejected on the

_same, ground unless the delay is satistactorily
oxplained. . (706.08(u).) .. ... . . .

| After_Siatutory Period
_ Running Against Case
If sy gested claims are made within the time

specified for making the claims, the applicant

may ignore other outstanding rejections in the
application. Even if claims are suggested in
an application near the end of the statutory pe-
riod running against the case, and the time limit
for making the claims extends beyond the end
of the period, such claims will be admitted if
filed within the time limit even though outside
the six months’ period and even though no
amendment was made responsive to the Office
action outstanding against the case at.the time
of suggesting the claims, No portion of the
case is abandoned provided the applicant makes
the suggested claims within the time specified.
However, if the suggested claims are not thus
made within the specified time, the cass becomes
abandened in the absence of a responsive
amendment filed within the six months’ period.
Rule 203 (c).

1101.01(0) Suggestion of Claims,
Application in Issue or in
Interference

An application will not be withdrawn from
issue for the purpose of suggesting claims for
an interference. When an application is pend-




' ]ectmg other claims on th nnp
resulting from the failure to copy the su
‘clalms»“ fo "at 1t

clauns‘appeanng m & case in
cant wh ¢

and hold the file until the clams are made or
the time limit expires. This avoids any pos-
sible issuance of the application as a patent
should the final fee be paid. To further insare
against the 1ssuance of the application, the
Examiner ma ncil in the blank space fol-
lowing “Final Fee” on the file jacket the ini-
tialle nest : “Defer for interference.”

The ﬁnal fee is not applied to such an applica-
tion until the following prooedure is carried
out.

When notified that the ﬁnal fee has been re-
ceived, the Examiner prepare a memo to
the Tssue and Gazette Branch Tequesting that
issue of the patent be deferred for a period of
90 days due to a ble interference. This
allows a period of 60 diys to complete any
action needed. At the end of this 60 day
period, the application must either be released
to the Issue and Gazette Branch or be with-
drawn from jssue, using form at 1112.04.

When an application is found having claims
to be suggested to other applications already
involved in interference, to form another inter-
ference, the Primary Exammer requests juris-
diction of the last named applications. To this
end a separate letter (see form at 1112.06(a)),

identifying 'the ' interference,
Tnterference Examiner who will take the appro-
‘priate actmn.

inter-

f(le)rgnce, the Pri ry Examin e onts sond
the application and form 'PO-850 properly
filled out as to the additional application and

Sectmn 1106 02,

1101.02 With a Patent

‘Rules 204, 205 and 206 quoted ‘below doal
with mterference involving patents.

: R«k m Interference with a patent ayuuwit by

Juniaor; appucaut .(n) The fact that one of the parties
'has already obtained a patent will not prevent an inter-

ference.. ‘Although the. Commissloner has no power to

cancel a _patent, .he may. mnt another patent_for the
- same invention to & person who, in the lnterference,

proves himself to be the ptlor inventor .
~:i(b) When- the: eﬂeetive fling. date of an applicant

' is three months: or less subsequent to  the :effective
filing .date of a patentee, the applicant, before the in-

terference wiil be declared, shall file an affidevit that
he made the invention in controversy in this country
before the effective filing date of the patentee, or that
his acts in this country with respect to the invention
were sufficient to establish priority of invention rela-
tive to the effective filing date of the patentee.

(¢) When the effective filing date of &n applicant is
more than three months subseguent to the effective
filing date of the patentee, the applicant, before the
interference will be declared, shall file two copies of
afiidavits by himself and by one or more corroborating
witnesses, supported by decumentary evidence if avail-
able, setting out a factual description of acts and cix-
cumstances which would prima facle entitle bim to an
award of priority relative to the effective filing date
of the patentee, and accompanied by an explanation
of the basis on which he believes that the faets set
forth would overcome the effective filing date of the
patentee. Upon a showing of sufficient cause, an
aflidavit on information and belief as to the expected
testimony of & witness whose testimony is necessary
to overcome the flling date of the patentee may be
accepted in lieu of an affidavit by such witneas. If the
examiner finds the case to be otherwise in condition
for the declaration of an interference he will consider
this material only to the extent of determining whether
a date prior to the effective filing date of the patentee is
alleged. and if so, the interference will be declared.

Rev. 8, Apr. 1966




- limitation‘to invoke an

substanti
ent and differing.th
variation :or by.

" Where a patent claim m

claim as between the patentee and the applicant.
Thus, if an immaterial limitation is excluded,
the count of the interference should be a copy
of the modified patent claim as made in th
application following the prattice as explained
in,
(Basis: Notice of October 8, 1962.)
 For the practice to be followed where an in-
terference 1n fact exists between a patent and
an application but, because of overlap mg:;!;
merical “ranges or differences in o

groups, for instance, priority cannot be prop- -
erly g:,t 4 i,

ermined on
see the following Notice: -

It has been found that the practice:set forth
in Ex parte Card and Card, 112 O.G. 499, 1904
C.D. 383, does not adequately take care of all
situations where there is an interference in fact
between & patent and an application but there
are obstacles to the applicant making the exact
patent claim. :
" In those cases where the claim of the patent
containg an immaterial limitation which can
be wholly eliminated or suitably modified so as
to broaden the claim, the practice set forth in
Ex parte Card and Card should continue to be
followed.

A. In some cases, the disclosure in the appli-
cation, although for the same generic inven-
tion in fact as the patent claim, is somewhat
narrower than the claim of the patent. Under
such circumstances, the applicant should be
permitted to copy the claim of the patent
as exactly as possible, modifying it only by
substituting language based upon his own nar-
rower disclosure for the limitation in the patent
claim which he can not make. In declaring
the interference, the exact pntent claim should
be used as the count of the interference and it
should be indicated that the claim in the appli-
cation corresponds substantially to the inter-
ference count.

Examples of the practice outlined in the
preceding paragraph:

I. Parent Cravus 4o Rance or 10 10 9.

Application discloses a range of 20 to 80,

e basis of'a paten

¢ claim,

Rev. 8, Apr. 1064

count:of the interference should be the broader

onine v. Bliss, 1619 C.D. 75; 265 0.G. 306. 5

the claim in the ap
~responds substantially to the interferenc
- B.-In some; cases, the disclosure in the ap-
‘plication, although for the same. invention in
fact as ‘the patent claim, is somewhat broader
‘then the'claim of the patent. Under such cir-

Agphcatlon dlscloses a Markush group of §
of the same 6 members, there being no distinc-

tion in, substance between the two grou

pplicant may be permitted to copy the pat-

laim, lm)dlfym!]?a it by snb;«tklg;{ting pﬁig
ber: group for th

Interf

6-member group in

ence count.

cumstances, in initially declaring the interfer-
ence the applicant should be required to make
the exact patent claim and the interference
should be declared on that claim. However, if

‘the applicant presents and prosecutes a motion

to substitute a broader count and, in connec-
tion with such & motion, makes a satisfactory
showing, as by demonstrating that his best
evidence lies outside the exact limit of the
patent claim, the applicant may be permitted
to substitute 2 count wherein language based
upon his slightly broader disclosure replaces
the corresponding limitation in the pateni
claim. In redeclaring the interference, the
application claim should be used as the count
of the interference and it should be indicated
that the claim in the patent corresponds sub-
stantially to the interference count.
Examples of the practice outlined in the pre-
ceding paragraph:
1. Parent Crame A Range orF 20 10 80.

Application discloses a range of 10 to 90,
there being no distinction in substance between
the two ranges.

Applicant should be required initially to
copy the exact patent claim.

Interference should be declared initially with
the exact patent claim as the count.

172




patent claim modified by =
of 10 to 90 for the range of 20 to 80 in
patent claeim. Rule 205(a). o

Similarly, the applicant may seek such sub-
stitution after the interference is declared on
the exact patent claim by ﬁlinﬁ & imotion to
substitute a count with the broader range sup-
ported by a similar showing.

In either case where the application claim is
accepted as a count, it shoulg be indicated in
the interference notices and declaration sheet
that the claim in the patent corresponds sub-
stantially to the interference count.

I1. Patext Cramas A Maprvsn Grour oF 5
MEesepERs

Application discloses a Markush group of 6
members, including the 5 claimed in the pat-
ent, there being no distinction in substance be-
tween the two grou

Applicant shoulcfs. be required initially to

copy the exact patent claim.

172.1

_If, in connection with a motion to substitute,
the applicant makes a satisfactory showing of
the necessity for including the sixth member
in the interference count, he may be permitted
to present the patent claim modified by substi-
tuting his 6-member group for the 5-member
group in the patent claim.

Interference should be redeclared with the
application claim as the count and it should be
indicated that the claim in the patent corre-
sponds substantially to the interference count.

C. Some cases may include aspects of both
A and B, above. Such cases should be appro-
priately treated by the same general principles
outlined above,

Examples of cases involving mixed aspects:
I. Parent Crams A Raxce or 10 10 80.

Application discloses a range of 20 to 90,
there being no distinction in substance between
the two ranges.

(a) Imitially, applicant may be permitted to
copy the patent claim, modifying it by sub-
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patent and the clalm in the ap
respond substanhaﬂy to the mte

tmctlon m'substame between the two gmups
(ay: Ini&'ally, » licant may be:
copy: the ps my,: modifying it by :sub-
ing:the.: ' 1 the patent claim-
which he- dasclosas for the,&mem T group in
the patent claim. -

 Interference:should be declared lmtmlly mth
the exact patent claim as the count-and. it
should be indicated that the claim in'the appli-
cation corresponds substantmlly to the lnter-
ference count. .

(b) If, in connection w1th a motlon to sub-
stitute, the applicant  makes a satisfactory
showing of the necessity for mcludmg his addl-
tional member of the. y he may be
mitted to present the patent clmm modxﬁe b ;
substituting the 6-member group which he dxs-
closes for the 6-member group in the patent

claim.
Interference should be redeclared with a

count including in & Markush group all 7
members claimed in the patent and disclosed

in the application and it should be indicated
that both the claim in the patent and the claim
in the application correspond substantmlly
the interference count.

The practice outlined above should be re-
stricted. to situations where the mventlons
claimed in the patent and disclosed in the
application are clearly the same, so that there
is truly an interference in fact.

Until further notice, interferences declared
or redeclared in accordance with this practice
should be submitted to the Group Manager.

All prior decisions, orders, and notices are
hereby overruled to the extent that they mey

permxteedto‘

Rete m mmmwmnam oopv!nom‘
fnom pcmz (&Y Be!oreuninterremcewmbedo-
clared with a patent ‘the appiicant must present in nis
anphedﬁonmp!ea of all the clatws of the patent which -
also 'define Bis invention and: such claims must’ be
piitentable in' the wpplication. Bowewer. ‘interfer-
ence may be declared after copying the claims exclud-
ing ‘an- immaterial limitation or variation i mel
immatam I!mitatien or varmtion tn not’ clearly sup-

maha a8 gat
By wh&e ait npplicant presents # daim copied’ o
snbsuntially wpied from a patert; ‘he’ must“, b m:

apply the terms of the copfedcwm to. his own dis-
closure, - unless- the .claim :is copied.in. response to &
suggestion by. theOﬁce rThsex&pinerwillmll to the .
Commigsiener’s attentlpn%;my instance. of the filing of
an.application or the. presentation ot an amendment
copying or snbstantially copying clauna from & patent
without: calling attention to that ttct and identlfylng
the pateat. .. .. ,
Rule 206. Iaterfereuce mth a. pctent, aainu improp-
erly copied. (a) Where claims .are comed from .2
patent ami the examiner is of the opinlon tha.t the
applicant can make only some of the. claims sn copied.
he shall notify the applicant to that effect, stahe why
he is of the opinlon the applicant cannot make the
other claims and state further that the interference
will be promptly declared. The applicant may pro-
ceed under rule 231, if ‘he desires to further contest
his right to make the claims not inciuded in the decla-
ration of the interference. ‘
(b) Where the examiner is of the opinion that noune
of the clzims can be made; he shall reject the copled’
claims stating ‘why the applicant cannot meke the
claims and set & time limit, net less than 30 days, for
reply. If, after response by the applicant, the refec-
tion is made final, 8 similar time limit ‘shall be set for
appeal. Failure to respond or appesal, as the case may
be, within the time fized will in the absence of a satis-
factory showing, be deemed a disclaimer of the lnven-
tion claimed. '

When an interference with a ¥atent is pro-
posed it should be ascertained before any steps
are taken whether there is common ownership.
A title report must be placed in the patented
file when the papers for an interference be-
tween an application and a patent are for-
warded. To this end the Examiner, before

Rev. 8, Apr. 1966




declare the interference. A print of the draw-
ings should made and filed in the group
originslly having jurisdiction of the applica-
tion.in place.of the original drawings. hen

cl&inism copied from n.pluraht. - of patents

classified in different g'rouﬁsr,e e question
of which group should dec the interfer-
ences should be resoived by agreement be-
o, ot consultaion it e
ly in consultstion wi e
Dil'ectors*involvyed.:;,;, R

A hrgeproporﬁon of mberferences thhs

arise through the initiative of an appli-
cant ‘in’ copying claims of ‘&
come to his attention'through c¢itation in an
Office action or otherwise. = '

If, in copying a claim from a patent an
error is introduced by the applicant, the Ex-
aminer should correct applicant’s claim to cor-
respond to the patent claim. A notation should
be added to his letter (POL 76) stating that
the correction has been made.

However, in some instances the Examiner
observes that certain claims of a patent can be
made in a pending application and, if the pat-
ent is not a statutory bar, he must take steps
to avoid the issuance of a second patent claim-
ing the same invention without an interfer-
ence. The practice set forth hereinbelow ap-
plies when an issued patent and a penduﬁ
application are not commonly assigned.

re is a common assignment, a rejection as
outlined in 305 should ﬁnx.;mde if an attempt
is made to claim in the pending application
the same invention as is claimed in the patent.

A patent claiming the same invention as that
being claimed in an application can be over-
come only through interference p ings.
Where the effective filing date of the applica-
tion is ﬁ)rior to that of the patented application,
no oath is required.

If the effective filing date of the applicant is
three months or less later than that of the pat-
ented application, the applicant must submit an
affidavit that he made the invention prior to the
filing date of the patent, even though there was

Rev. 9, Jul. 1968

-~ whers the copied claims ‘would' be ' classi-
~ fied. In such a case, it may be n
~ transfer the applicsiion, including the draw-
_ ings, temporarily fo the group which will

- to

~ of record in the

satent which has

spect to_th tive filing date of the
patent application. In connection with a re-
uirement for a showing under Rule 204 (b) or
%3, or in examining such a showing submitted
voluntarily, the Examiner must determine
whether or not the patentee is entitled to the
filing date of an earlier domestic or foreign
application. A determination that a divisional
or continuation relationship is acknowledged in
the heading of the patent is sufficient for this
purpose as to a perent apglicationwthus.mgn-
tioned. In the case of a foreign application
this determination will not be made unless
the necessary papers (Rule 556(b)) are already
file; including a sworn trans-
lation of the foreign:application if it is not in
the English language. - Where the benefit of
such earlier applieation is then accorded the
tentee, this fact should be noted on the form
%—850 and will be stated in the notices of
interference.

The Examiner will examine the showing to
determine whether it includes the two copies
of affidavits and exhibits and is accompanied
by an explanation of the pertinency of the
showing as required by the rule. If dupli-
cate copies of any of the affidavits or exhibits
are omitted, the Enminer will notify the ap-
plicant, of such omission and state that because
of it the application cannot be forwarded for
declaration of the interference. Lack of an
explanation should be treated similarly except
that if there are accompanying remarks, with
the amendment or in a separate paper, which
al[:pear to be an explanation their sufficiency
should not be questioned. A period of twenty
days should be set within which to correct the
omission.

The substance of the showing will be con-
sidered by the Examiner only to the extent of
determining that it includes an allegation relat-
ing to priority of at least one date prior to the
effective filing date of the patentee. Absent
such a date, the deficiency should be pointed out
and the copied claims rejected on the patent
with a time limit for response under Rule 203.
If such an allegation is present and the inter-
ference is otherwise proper, the Examiner will




‘not normally mpt: &
the sufficiency of the showmg, an
“be made where it is clear beyond
that the showing relates to an.inv
different character from that of the. ‘
claims. In such a case, the sxaminer may re-
fuse to accept the showing and reject the copied
claims on the patent, T el )

Tf the filing date of th precedes the
filing date of the application and the patent is
not a statutory bar agsinst the ;agglieaﬁm, the
claims of the a?pliwtion shonld he rejected on
the patent. If it appears that the applicant
ia claiming the same invention as claimed in

the patent and that the s

make one or more claims

proceedings. . Note, however, 38
Qd{palk';a;ni;s,ectiom~1101~.02(-_;f). -the
cant controverts this statement and presents
afidavit under Rule 131, the case should be
considered special, one claim .of the . mﬂ:
which the applicant clearly can make d
be selected, and an action should be made re-
fusing to accept the affidavit under Raule 131
and requiring the applicant to make the se-
lected claim as well as any other claims of the
patent which he believes find sugyport in his
application. If necessary, the applicant should
be required to file the afidavit and showing re-
quired by Rule 204. In making this reguire-
ment, where applicable, the applicant should
be notified of the fact that the patentee has been
accorded an earlier effective filing date by vir-
tue of a parent or foreign application. A time
limit for response should be set under Rule 203.
In any case where sn applicant attempts to
overcome a patent by means of affidavit under
Rule 131, even though the examiner has not
made a rejection on the ground that the same
invention is claimed in the patent, the claims of
the patent should be examined and, if appli-
cant is claiming the same invention as is claim

in the patent and can make one or more of
claims of the patent, the affidavit under Rule 131
should be refused. and an action such as out-
lined in the preceding part of this paragraph
should be made. If necessary, the require-
ments of Rule 204 should be specified and a
time limit for response should be set under

Rule 203.

 plication: and. if - the .application claims the
same invention as that claimed in the patent

so that s second patent could not be gramted
without interference p ings, the patent
should be cited and one claim: of the patent
which applicant. clearly can make should be
selected and the applicsnt should be required
to make the selected clzim as well as any other
claims of the patent which he believes find
sugfort«in his application..

- an ‘application claims en invention pat-
entably different from that claimed in & pat-
ent, which discloses the same sub!);ecb matter as
that disclosed in the application but which has
a filing:date: Jater than the filing dste of the
application, so that a distinet patent could be
granted to-the applicant without interference
proceedings, the patent shov!d be oniy cited to
the applicant. us, it is left to the applicant
to determine whether he wishes to and can
copy the claims of the patent.

1101.02(¢) Copying Claims From a
Patent, Difference Be-
tween Copying Patent
Claims and Suggesting
Claims of an Application

The practice of an applicant copying claims
from a patent differs from the practice of sug-

esting claims for a prospective interference
involving only applications in the following
respects:

(1) No correspondence under Rule 202 is
conducted with o junior applicant who is to
become involved in an interference with a pat-
ent but, instead, an affidavit under Rule 204
is required.

(2) When a question of possible interfer-
ence with a patent arises, the putent should be
cited, whereas no information concerning the
source of the claim should be revealed when
a claim is suggested for a prospective inter-
ference involving only applications.

(3) All claims of a patent which an appli-
cant can make should be copied.

(4) Claims copied by an applicant from u
patent may differ from the patent claims by the
exclusion of an immaterial limitation or var-
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'stantmlly ‘eopying claims: froi a: patent with-
tion tothe

) 6%§ ptmn with the ap-

J'Comed Pate
Caims No: ?dcnt:ﬁed

If an&*ttome‘y : orxhgent preeen v
¢opied or ‘substantially:copied from a'

thhout mdlcatmg itsorigin he may be (&med -
, to obisin

to be seeking, obviously improper
a claim or claims to ‘which, the app! icant is riot

entitled under the law without an: m‘terfemnm '

or the: Examiner may be led 1nto mﬁ
action different from what: he:would ‘have
madehadhebermmpossesmonofgllthefuts.
Rule 205 (b) ‘therefore requires thé Examiner

to “call to the Commissioner’s attention amy

instanes ‘of :the filing of :an appliestion or: the

presentation of an smendment copying or Eab-
outcalliig’ atten fy-
im g the patent‘ »

1101 02(e) Copvmg Clam!s ‘From a
Patent, Making of Patent

_ Claims Not a Response to

Las! ﬁﬁce Aetiom "~

.. The: makx oi c]atms from a patent when
not required by, the Office. does not constitute a
response to the last Oﬂice action and does not
operate to stay the running of the statutory pe-
riod dating from the unanswered Office action.

The declaration of an interference based on
such claims before the expiration of the state
utory. per.:»d by operation of Rule 212 stays
the mvmmg of the statutory period.

1101.02(f) Copying Claims From a
Patent, Rejection of
Copied Patent Claims

Resecrion Nor APPLICABLE 10 PATENT

When claims from a patent are made, the
application is taken up at once and the Exam-
iner may reject such claims in the application
if the ground of rejection is not also applica-
ble in the case of the patent. Examples of
such a ground of rejection are insufficient dis-
closure in the application, a reference whose
date is junior to that of the patent, or because
the claims copied from a patent are barred to

th ’xfact andfx

Rev. B, Apr. 1966

.See Thonj

xdent:cal mheugh o

an spplwatlon un oss such a clalm is me
prior t6 one year from the dn&e on: Whlch‘the’

i X noeed t}m: an’ apphmnt: is per— ‘
m:tte& to copy’s putent claim outside the year
jod if he has been claiming substantiaily
-same subject matter within the year iimt
v, Hamilton, 1946 -G D. 70, 585

0.G. 177; In re Frey, 1950 C.D. 3&‘.,639 0G.
8: Andrews v. Wickenden, 1952 C.D. 178, 659
OG 305; In ro Tanke et al, 1954 C.D. 212;
687.0.G. 6‘?7 ‘Emerson v. Beach 1955 C.D, 34'
691 O.G. 170‘ Rieser v.: Wilhams, 118 USSP Q.
ggasmkgoetal v. Haymesetal 120USPQ.

~ As'is"pointed outin Rule 206. where more
t:hm e claim is copied from a patent; and
ﬂmEmﬁnerholds that one or more of them
are’ not pttantable to applicant and at least
one othier is, the Examiner should at onoe initi-
‘ate the interference on the ¢laim or: clmms don-
sidered - patentable to- a})plmt, rejocting - the
others, leaving it ‘to applicant to proceed under
Rule 231(a) (2) in the event that he does not
acquiesce in the Exammer’s mlmg as to the
rejected claims.

Where =ll the claims copled from a patent
are rejected on & ground not applicable to the
patentee the Examiner sets a time limit for
reply, not less than thirty days, and all subse-
quent actions, including action of the Board
on appeal, are special in order that the inter-
ference may be declared as promptly as pos-
sible. Failure to respond or appeal, as the
case may be, within the time fixed, will, in the
absence of a satisfactory showing, be deemed a
disclaimer of the invention claimed.

While the time limit for an appeal from the
final rejection of a copied patent claim is usu-
ally set ander the previsions of Bule 206, where

- the remainder of the case is ready for final

action, it may be advisable to set a shortened
statutory period for the entire case in accord-
ance with Rule 136.

The distinction between a limited time for
reply under Rule 206 and a shortened statutory
period under Rule 13¢ should not be lost sight
of. The penalty resulting from failure to reply
within the time limit under Rule 208 is loss of
the claim or claims involved, on the doctrine of
disclaimer, and this is appealable ; while failure
to respond within the set statutory period (Rule
136) results in abandonment of “the entire ap-

lication. That is not appealabie. Further, a
plated response after the time limit set in ac-
cordance with Rule 206 may be entered by the

176




Examiner, if the Ly tisfacts .
plained (except that th val of the Com:
missioner is required

scribed in the next
one d:ﬁ' late under
what the

: ‘gbelow exists) ; but
136 period, no matter

excuse, results in abandonment, How-
ever, if asked for in advance, one extension of

either period may be granted by the Examiner
provided that extension does not go beyond the
six months’ period. ,

Coriep Ovutsme TiMe Livrr

Where a patent claim is suggested to an
applicant by the Examiner for the purpose of
establishing an interference and is not copied
within the time limit set or a reasonable ex-
tension thereof, an amendment presenting it
thereafter will not be entered without the ap-
proval of the Commissioner. (Basis: Notice
of September 27, 1933.} .

The rejection of copird patent claims some-
times creates a situation where two different
periods for response are running against the
application—one, the statutory period dating
from the last full action on the case; the
other, the limited period set for the response

176.1

the situation de-

.

avoidable, it should be emphasized in the Ex-
aminer’s letter, . .

In this cornection it is to be noted that a reply
to a rejection or an appeal from the final rejec-
tion of the patent claims will not stay the run-
ning of the ll::gula‘r statutory period 1f there be
an unanswered Office action in the case at the
time of reply or appeal, nor does such reply or
appeal reheve the Examiner from the duty of
acting on the case if up for action, when reached
in its regular order.

Where an Office action is such as requires the
setting of a time limit for response to or ap-
peal from that action or a portion thereof, the
Examiner should note at the end of the letter
the date when the time limit period ends and
also the date when the statutory period ends.
(Basis: Notice of June 29, 1938.) See 710.04.

ReJecTioON APPLICABLE TO PATENT AND
APPLICATION

If the und of rejection is applicable to
both the claims in the application and the claims

Rev, 8, Apr. 1366

where }i&@ible as by setting a short-
ened period for the entire case, but where un-



it

nog | orhere
copied WWiﬂtww}dalaobn plicable’

1fsucha,m erence is

to the 6
o o' invelving ‘&

e Patenty A,fm Pmsaamon
of Appheation’ Is Closed
oA ‘.!liédﬁOnIsAilowed

An amendment presentm s putent claim in
an application not in issus igs admitted

aiid %rmnptly acted on. Howm, if ‘the case

ion as by
ﬁnal rejection or allowance nf all of the claims,

matter of right.
An interference may result when an ap hcant
copies claims from a patem; which provided the
basis for final rejection. | Where this occurs, if
thereecmmm ion has been appealed, the
of Appeals should be n ed of the
wzthdra-w&l of this rejection so that the appeal
be dismissed as to the involved claims.
the prosecution’ of the application is
closedmdthocopmdpawntclazms relate to an
inyention distinct from that claimed in the &
plication, entry of the amendment may be
nied. ﬁxpamsnom,wn CD.1; 522 0.G.
501 ) - Adnusslon of the amendment ma.y very
r}y be denied in a closed application, if
rima facie, the claims are not supported by ap-
phcant’s disclosure. An applicant may not have
recourse to asserting a patent claim which he
hasnonghttomakoasamemtoreo or pro-
longi:he pmsecntionofhmcam See 714.19(4).

Ayre Norice oF AYLOWANCE

When an amendment which includes one or
more claims copied or substantially copied from
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%appeal ysuch amendment is not entered asa

Im»ll‘om 11:]2 04}, '
wumbamth&-amfﬁm 18808 "forfmepm-pmy
of interforence:: This letter; which should des+
ignate the claims to: be: mvbivedwhonld;rbew-
to. the Group: Manager:and'then: forwarded;
together. w1th thefile and the'n ropoeed amendw:'
mmz, to the appropriste Director.

- When an smendment is received: a.fter Notma\
of Am.l}lowan ; which-in¢ludee one ormore claims
copied or substantia. oopm from e patent
and the Examiner finds basis. for refusing the
interference on any -he should - an
oral report to I:he .of . the ree-
sons - for - the mq . interferenoce.
Notification: to npphcant; is made -on -Form
POL-~271:if thsentmamndmntoxgpomv
of the amendmmt;égcludmg -all tha gopied:

claims)'is refused. followang or
should: be- to ‘express: the:
adverse; mommdmm&e axp -of the:

wpm&wmbstantmlly copied patent.c 38y
. of elaimsiu_colioi i s not: recomn-

sons ' for Sin
thhdraw&l of the npphcat!on from issue is not

deemod neoeeaury ”

1101.03 Removmg of. Aﬂidavxts Be-
- fore: - Interference [R-

16] -

When there are of reoord in the ﬁl aﬁda-
vits under Rule 1381, 204(b) ‘or 204 c)
should not be sealed but should be left in the
file for consideration by the Board of Interfer-
ence Examiners. ' If the interference proceeds
normally, these affidavits will be removed and
sealed up by the Service Branch of the Board of
Patent terfemnoae and retamed w1th the
mtﬁrfehl:nce. th t.here had bean om'mspond

the event that
ence under Rule 202, this should be obtained
ﬁn{nﬂ;he Law Exammer and Mt (unsea.led)

Affidavits under Bules 181 and 204, as well
as an affidavit under Rule 202 (which never be-
comes of record in the application file) are avail-
able for inspection by an opposing party to an
mterference when the 'F reliminary statements

owd Ferris v. Tuttle, 1940 C.D. 5; 521

The now opened affidavits filed under Rulm
181 and 204 may then be returned to the a%
cation files and the affidavits filed under
202 filed in the interference jacket.
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eny pacty s entitied to the benest of the fling dsté of
mmmuwmmbjmmmmu,

and, i£ so, identifying sach application.

(b)Ammmwmwm:

and declare the interference by forwarding notices to
mmmwmm Hach notice
shall inciude the nems: and residence of each of the
MWMM&&MGIMM
cmm;mmm}msmd

mmmumnmmmmf

uhmuﬂ;mumwmmu
the patest. mwmmmmmu
defined in only &s many counts s mey be necessery to
Gefine the interfering subject mabtber (butl in the case
of an intesference with g petent all the claims of the
pateat which can be made by the spplicant shoald com-
siltnte the counts), and shall indicate the claim oF
claims of the respective casss corresponding to the
count or counts. If the application or patent of &
Mudedmmeweneeun division, com-
otmdnuﬂoe—iﬂﬁrtofanrlorawon
nndthemmhwhud&em!mdthatithaﬂtledm
the filing date of such perlor sppiication, the notices
ghall so state. Bxzcept a8 noted in paragraph (e) of
this section, the notices sball also set a scheduls of
times for taking various actions as follown:.

€1) l'oraungtbepmliminarymwnenureqmred
bymlezlﬁandaerﬂnznoﬁeeotsuchmm not less
mmmnt.hlf.romthe&teotdeclnmﬁon. .

(2)B'ormchputywhoﬁ!esapreunﬂmrysmte-
ment (o serve & copy thereof on each opposing party
who also files & preliminary statement as required by
rule 215(b), not less than 15 days after the expiration
of the time for fling prelimivary statements. =

{8) rorﬂun(motiomnndermlezal.notmutban
4 monthe from declaration. -

(e) The notices of interferemce shall be forwarded
by the patent interference examiner to all the parties,
in eave of their attorsmeys or agents; & copy of the
notices will also be sent the patentees In person and, if
the patent in interference has been assigned, to the
asuignoes,

{8) When the notices sent in the intercst of a patent
are returned to the Office undelivered, or when one of
the perties resides sbroed and bis agent In the United
fitates 18 unknown, additional notice may be given by
publiestion in the Official Gasette for such period of
time 28 the Commissioney may direct,
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tion Sheet. ﬂxehwerpa rsa
the Service anchoft tdp

Inurfermeas.
“In declari
the following

(1) That no party
to some ommts and Benior a.s fo others

or redecla.rmg ‘an mterference
ould be borne in mind:

should be made junior as

S

8

party with two
terferenceandseztx%’;mtheother o
( That no interferencs should be decldre
ehea.chputtytotheinterfereneelsnot
mvolmd ol every count,. ¢
-(8). That; where an. &m:hcant puts identical
chlms in two applications by virtue of one of
which he will be the senior party and of the
other the junior the latter application should be
hoeddzrecﬂymﬂmmte erence, leavi the
gep licant to gain such baneﬁtashsmay
senior application either by motion to shlft
the burden of proof or by mtroducmg the
senior into the interference as evidence,” In
re Redeclaration of Interference Nos. 49,
49,638; 49,866; 1926 C.D. 74; 350 O.G. 3.)
The Initial Memorandum and the files to be
involved are forwarded to the interference
Service Branch. Any correspondence under
Bale 202 should be obtained from the Law
ExammerSeeand ff,g’w”dﬁ‘g with the otherob_
1101 same 108
wnspaperls.n the case of affidavits of tthrmmunem
earlier applications the benefits of which is ac-
corded a t.he Examiner in the initial
memorandum. (Such cases will be acknowl-

ed@dmt.heDec If a patent
is involved in the mm)a recengtl
report on the patent should be forwarded with

the other papers.
The informstion to be included in the initiat-

ing memorandum is set forth below :
1102.01(a) Initial Memorandum to
the Board of Patent Inter-

ferences [R-16]
The initial memorandum to the Board of
Patent Interferences is written on Form PO-




the examiner and typing ¢ uedun-
lees the counts are not found werbatim i in.

as provided in the last sentence of

203 (a). Intmscaaeeoplesoftheeounfsshmﬂd
plied at the end of the form using addi-
tion: plamslmetsxf needed. The files to be in-
cluded ' in the interference should be lsted by
last name (of first listed inventor if application
is joint), serial number, and filing date irrespec-
tive of whether an ap| ion or a t is in-
volved. 'The sequence of the listed applications
is completely immaterial IftheExammerhas
determined that a party is entitled to the benefit
of the ﬁ] -dste of one or more applications
(or paten astoalloomrtsby virtue of a con-
tinustion-in- m onship the blsnis pro-
vidad on the for indicating this fact should
be filled ‘in as to all such applications. It is
particularly important to list all spplications
neceasary to rtmdooontmmty of pendency to

th?(:larhut ﬁowhlsllcho:pubylseg;
tit) A.lthougha. rt wiil n nomdly
ven the benefit of ‘Pphutxonm
declaration notices, :g XAmine
determined that & tee is in fact entitled to
the benefit of application in connection

with the requirement for 2 showinf ander Rule
204, this should be noted on the form PO-850
(see section 1101.02(a)) and the notices of in-
terference will indicate thst such benefit has
been accorded the patentee. The claims in each
case which are unpatentable over the issue
should be indicated in the blanks provided for

that . The Examiner also must furnish
a table showing the relation of the counts to the
claims of the ive parties in the area pro-

vided in the form as for example:
Jones Smith Green

i 16 8 2
2 5 1 8(m)
3 ] 15 8
4 4 1 6(m)

The indication of claims in each case which
are regarded as unpatentable over the issue is
based on the decisions in Votey v. Wuest v.
Domsn, 1904 C.D. 328; 111 O.G. 1627 and Earll
Y. Love,lQOOC.D 66 140 O.G. 1209 in which
it is held that when an interference is declared

involving tee and the Exsminer is of
the mmn the application or applications
oontmn claims not ta,bly different from the

of the inte ce, he should append to
the Ietfzr to the applu,ant & statement that such
claims, specifying them by number, will be held
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ﬁﬂﬁggobably result in fewer ‘motions under

Rule231(b
ot the § of Raule 208,

Exammers, forw t.ha Imtml Mem-
orandum to the Board of Patant Interferences,
will in a separate memor call their at-
tention to cases in which two of the parties are

resented by the same attorney, in leu of
the matter‘ to the attention of
ommissioner. The "Patent Interference
Exan v iling out ﬂxenomcestothe
parti d their attorney will advise the.
ties and the attorney that the attorney ° not
be recognized further as mpresan ing either par-
ty in'the interference or in cases
unless he shows that he is entxﬂed to continue
to represent either or both E.mm as provided
by Rule 208. The Patent Interference Exam-
iner will also call to the attention of the parties
and the attorney the requirement of the second
sentence of Bnle201(c).

In an interference involving a atant, if the
Primary Examiner discovers a re fgrence which,
in his oylnmon renders a count obviously un-
patentable, action should be taken in accord-
ance with %ectlon 1101.02(f).

If one or more of the counts are claims of an
mvolved patent modified to be broader than the

rresponding patent claims, the word “modi-
ﬁed” or “substantially” should appear in paren-
theses after the co ding clsims of the
patent in the table of claims. Im other situa-
tions where exactly eorrespmdmg claims are
not present in the applications an tent con-
sidered to be interfering, see the guides and ex-
amples set forth in Section 1101.02 as to the
proper designation of the r&!a.tlonshl% of the
claims to the counts. In any event, where one
of the parties does not have a claim corr d-
exactly to the eountz the Examiner should
icate by the world “count” and an arrow
wh:lch claim in the table of counts is to be the
count. This should be the broader claim, of
course. The indication should be made for
each count. If an application was merely
issue and did not beoome g paetent, the ongma.l
claim numbers of the application, prior to revi-
sion for issue, should be used.

A certificate of correction in a patent should

not be overlooked. For the best practice in in-
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uvowe&“ ‘a8 in’ the case’

. i ﬁn. w4 N ; .
apw*mt where oneafﬂheﬂhntsléa de \dent
claim, the connt may ise ‘be dependent on
the count cori ding to the clalm on which

the dependent claim is founded. If neécessary
& dependent clmm may be the sole count of an
interference. ©

1102.02  Declaration of Interference

The papers necessary in dsclaring an inter-
fsmnm%xgers epared in the i mterfgggce Service
Branch. ‘notices to the parties and the
declaration sheet are signed by o Patent Inter-
ference Examiner, who institutes and declares

the mwrferenoe by mailing the notices to the
'Ea.rtles to the p ‘Thereafter
the applicitions and mtesrference ﬁles are kept

m the | ce Braneh where they are also re-

‘made’ speclal

) , involved in an

nterference, “ be made spe-

cial, provided the prosecation of such a g;ph—
cation has been diligent on the part. o

applicant. See 708.01.

1103 Suspension of Ex Parte Prosecu-
tion, Full or Partial [R-16]

Rule 218. Buspension of ew parte prosecution. On
declaration of the interferemce, ex parte prosgecution
of an application is suspended, and amendments and
other papers received during the pendency of the in-
terference will not be entered or congidered without
the consent of the Commissioner, except as provided
by these rules. Proposed amendments directed toward
the declaration of an interference with another party
will be eongidered to the extent necessary. Ex parte
prosecution as to specified matiers may be continued
concurrently with the interference, on order from or
with the consent of the Commissioner.

The treatment of amendments filed during’

an interference is considered in detail in sec-
tions 1108 and 1111.05.

Ex parte prosecution of an appeal under Rule
191 may preceed concurrently with an interfer-

ence proceeding involving the same application
prowded the ry Examiner who orwards
the appeal certifies, in & memorandum to be

pl in the file, that the subject matter of the
Interference does not oouﬁxct with the subject
matter of the appealed claims.

For treatment of other applications by the
same inventor or assignee having overlapping
claims with the application being put into in-
terference see 709.01 and 1111.08.
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. uﬁm oy

maeam mmm mmmdnmnc Tnterference
wmuhejumjﬁadmuma.wﬁchﬂﬂthen
beeoxmncont&aeeﬂm

(b) The' prinmry aniner ,wm rebain jnrmdlct!on
of the case nntﬂ m g
made

‘The declamtaon of mtarference is msde when
the Patent Interference  Examiner mails the
notices of mt‘erfemnca to the. pa.rtw& The in-
terference is thus technically. before
the Board of Patent Inter; m the
date on which the letters, are nmled, and from
that date the files of the various applicants are
opened to inspection by other parties. Rule 226.
Throughout the interference, the interfer-
ence papers and aéggheatmn files involved are in
the 1 Service Branch except at
m is required as for decision
on motlons, final. ‘hearings, appeals, ete. wh»en
they are temp y .in possession of of the tri
buna] before whom t.he pamwla.r qnestlon is

If, mdependem of that mterfemnee, action &s
to one or mors of the applications becomes neces-
sary, the Examiner requests jurisdiction of the
necessary application or applications from the
Commissioner but first forwa.rds the letter (or
letters) to the Group Manager for roval.
See 1111.05 and Form at 1112.08(a). It is not
foreseen that the Primary Examiner will need
to take action for which he requires jurisdiction
of the entire interference. However, if circum-
stances arise which appear to require it, the
Primary Examiner should request jurisdiction
from the Board of Patent Interferences.

The Examiner never asks jurisdiction of a
patent file, but merely borrows it if needed, as,
where the patent is to be involved in a new
interference.

1105 Matters Requiring Decision by
Primary Examiner During Inter-
ference

Rule 231 Motions before the primary exominer. (a)
Within the period set in the notice of interference for
filing motions apy party to an interference may flle
a motion seeking:

(1) To dissolve as to ope or more counts, except that
such motion based on facts sought to be established
by afiidavits or evidence outside of official records and
printed publications will not normaily be considered,
and when one of the parties to the interference is a
patentee, no motion to dissolve om the ground that




of new counts, _ o
~(8) To ' subititute ‘any’ other application’ owned by
him as to the existing issue, or to include any other
application or patent owned by him as to any subject
matter other than the existing lssue but disclosed in
his application or patent involved in the interference
and in an opposing party’s application or patent .in
the: interference which should be made the basis of
interference between himself and such other party.
Copiles. of such other application must be served an
al} other parties and the motion must be accommpanied
by proof of sach service. . . . ..

.(4) To. shift the burden of proof, or to be accorded
the benefit of an earlier application which would not
chapge the order of the parties.. . St s Dl

.AB). To amend an invoived application by adding or
removing the names of one or more inventors as peo-

-{b). Back motion must contain & full statement of
the grounds therefor and reasoning in support there-
of. Any opposition to a motion must be filed within
20 days of the expiration of the time set for filing
motions and the moving party may, if he desires, file
a reply to such opposition within 16 days of the date
the opposition was filed. If a party files a timely
motion to dissoclve, any other party may file a motion
to amend within 20 days of the expiration of the time
set for filing motions. Service on opposing parties of
an oppogition to a motion to amend which i baged on
prior art must include coples of such prior art. In
the case of action by the primary examiner under rule
237, such motions may be made within 20 days from
the date of the primary examirer’'s decision on motion
wherein such action was incorporated or the date of
the communication giving notice to the parties of the
proposed dissolutlon of the interference.

{c) A motion to amend or to substitute another
application must be accompanied by an amendment
adding the claims in guestion to the application con-
cerned if such claims are not already in that applica-
tion.

(d) All proper motions will be transmitted to and
considered by the primary examiner without oral
argument. Requests for reconsideration will not be
entertained.

(e) In the determination of & motfon to dissolve an
interference between an application and a patent, the
prior art of record in the patent file may be referred
to for the purpose of construing the lssue.

{f) Upon the granting of @ mation to amend and the
adoption of the cinims by the other parties within a

276286 {3 = 67 ~ |5

in persoa. . A second time for filing motions will not be
set and subsequent. motions with respect to matters
which have been once considered by the primary ex-
aminer will not be considered. L

An interference may be enlarged or dimin-
ished both as to counts and applications in-
volved, or may be entirely dissolved, by actions
taken under Rule 231 “Motions before the Pri-
mary Examiner” or under Rule 237 “Dissolu-
tion at the request of examiner”. The action
may be a substitution of one or more counts,
the addition of counts or dissolution as to one or
more counts or as to all counts, a change in the
application by addition, substitution, or dissolu-
tion a shifting of the burden of proof, or a con-
version of an application by changing the num-
ber of inventors. See 1111.07. Decisions on

uestions arising under this rule are made under
the personal supervision of the Primary
Examiner. ‘
- Examiners should not consider ezparte,
when raised by an apgfiifant, questions which
:er:‘f)ending before the Office in infer partes pro-
ings involving the same applicant or party
in interest. See 1111.01.

Occasionally the entire subject matter of the
interference may have been transferred to an-
other group between the time of declaring the
interference and the time that motions are trans-
mitted for consideration. If this has occurred,
after the second group has agreed to take the
case, the interference Service Branch should
be notified so that appropriate changes may
be made in their records.

Briefs and Consideration of

Motions

1105.01

A party filing u motion is expected to incor-

rate his reasons with the motion so that an
initial brief is not contemi)lated although if
filed with the motion it weuld not be abjection-
able. Under Rule 231(b) other parties have
twenty days from the expiration of the time for
filing motions for filing an opposition to a mo-
tion, and the moving party may file a reply brief
within fifteen days of the date such opposition
is filed. If a motion to dissolve is filed by one
party the other parties may file a motion to

Rev. 8, Apr. 1966




ch sﬁxould not
any such No oral hearing will be e
Prima; xaminer; should take up,the motions
' 4&Muld render only a brief deci-
setting out in addition to the actual grant-
ing or denial of each.motion onlythe basic con-
 upon w 1¢hdmwlorgrann isbased.
A statement of these conclusions mp; omlu;ed-
:;ifm they. mmb grom the, dems;pn itself and

Motions to amend where the matter of sup-
port for a count is raised in opposition or
the Examiner decndes to deny the motmn
for that reason;

Motions relatmg to’ the hemﬁt of a pno:‘
‘application,

Motions to dissolve on the und that one
or more parties have no right to make the
counts,

~ Motions to dissolve on the g'round of no inter-
“ference in faect,

Motions to convert an application to a d)ﬂ'er-
ent number of inventors, and

Motions to substitute or involve another ap-
plication in interference where the matter
of support for a count is raised in opposi-
tion or the Examiner decides to deny the
mouon for that reason,

The name of the Board member to be consulted
will appear in pencil on the letter transmitting
the case to the Primary Examiner. The con-
sultation will normally be at the offices of the
Board of Patent Interferences. The Primary
Examiner should arrange a convenient time by
telephone. In the case of motions to amend
or to involve another ap lication the Patent
Interference Examiner will examine any o

sition . which may have been filed an i}) the
question of right to make the proposed connts
as to any party is raised thereby, he will indi-
cate 1n his letter transmitting motions the nec-
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By t‘he ntx‘ ' 'of“u motnon to dmsolve, one
or ‘more’ pg;:txes ;‘nay ‘be eliminated: from the
mterfemnoe, ot certain ‘of the counts may ‘be
eliminsted: “Where ' the ' interference is ' dis~
sotvedastoone or more of the parties but st
least two remain, the interference is returned
to the Primary Examiner gnor to resumption
of p before the Patent Interference
Examiner for removal of the files of the parties
who sre”dissolved out: ' Lo parte action is re-
sumed as to those applications and the interfer-
énce’ is continued a8’ to the temais ‘parties.
The ex parte action'then taken in‘each rejected
application should conform to the practice set
forth hereinafter under the heading “Action
After Dissolution” (1110). See 1302.12 with

t to listing references dlscnmd in motmn
decisions.

With respect to a motzon to dlssolve on the
ground that one or more parties cannot make
one or more counts it should be kept in'mind
that once the interference is dissolved as to a
count any appeal from a rejection based thereon
xs ex arte and the views of other parties in the

erence will not be heard. In order to
presem the inter partes forum for considera-
tion of this matter a motion to dissolve on this
ground should not be granted where the deci-
sion is a close one but only where there is clear
basis for it.

It should hbe noted -thas flf 311 arties
agree upon the same ground for dissolution,
which gll-)onnd will subsequently be the basis for
rejection of the interference count to one or
more parties, the interference should be dis-
solved pro forma upon that ground, without
regard to the merits of the matter. This agree-
ment among all parties may be expressed in the
motion papers, in the briefs, or in papers di-
rected solely to that matter. See Buchl v. Ras-
mussen, 339 0.G. 223; 1925 C.D. 75, and Tilden
v. Snodgrass, 1923 CD. 30; 309 O.G. 477 and
Gelder v. Henry, 77 U.S.P. Q 223.

Affidavits relating to the disclosure of a
party’s application as, for example, on the
matter of operativeness or right to make.
should not he considered but affidavits relat-




ard ;
/18 | ’(if}ubl’w&anbtm@fm whether
‘ party’s application is operstiv

appears that testimony:on-the matter may b
useful resolvé’ the ‘doubt; s motion to
dissolve may be denied so that the interferénce
may continue and testi ‘taken on the point.
See Bowditch v. Todd, 1902 C.D. 27; 98 0.G:
792 and Pierce v. Tripp v.:Powers, 1923 C.D:
69 a,t, 72’ 316 O.G_ 3. TR oy b
‘Where the effective date of a patent or pub-
lication (which is not a statutory bar)'is ante-
ated by the effective filing dates or the alle-
gations in-the preéliminary statements of all
parties, then_ the anticipatory effect of that
atent or publication need not be considered
y the Examiner at this time, but the refer-
ence should be considered if at least one party
fails to antedats its effective date by his own
filing date or the allegations in his prelimi-

nacy satement, Seo Forsyth v. Richards
C.D. 115; 115 O.G. 1327 and Simons v. _
108USBQoar. T T
In deciding motions undér Rule 231(a) (1)
the Examiner should not be misled by citation
of decisions of the Court of Customs and Pat-
ent Appeals to the effect _‘thgt{,‘onlgepri_ority and
matters ancillary thereto will be considered
and that patentability of the counts will not
be considered. These court decisions relate
only to the final determination of priority,
after the interference has passed the motion
stage; in the ordinary case a motion to dis-
solve may attack the patentability of the count
and need not be limited to matters which are

ancillary to priority.

1105.03 Decision on Moetion To
Amend or To Add or Substi.
tute Other Application

Motions b{{ the interfering parties may be
made under Rule 231(a) (2) and (3) to add or
substitute counts to the interference and also to
substitute or involve in interference other ap-
plications owned by them. It should be noted
that, if the Examiner grants a motion of this
character, he sets a time for the nonmoving
parties to present the allowed proposed counts
1n their applications, if necessary, and also sets
a time for all parties to file preliminary state-
ments as to the allowed proposed counts. An
illustrative form for these requirements is given
at 1105.06. If the claims are made by some or
all of the parties within the time limit set, the
interference is reformed or a new interference
is declared by the Patent Interference Exam-
iner.

If a motion under Rule 231(a) (3) relates to

band it

ds, 1905

ing the final fee thet

be: prior to that date.
Fmﬁ)mmlll&m« WIS Dt g erinl 2
mfthou&tha Ezaminer may be of the opin-
ion that the motion will y - be: denied,
but this withdrawsal does not réopen:the case
to further ex parte prosecution and if the mo-
tion is denied the case is returned to issue with
anew noticeof allowanee. .. . .. .
- Jt will be noted that Rule 231 (2) (83) does not
specify that a party to the interference may
bring a motion ‘to.include an application or
patent owned by him as to subject matter, in
addition tothe existing issue, which. is not dis-
closed both in his application or patent ;a.lr‘ead’y
in the interference and-in.an opposing party’s
amlwimm=%Mt in the/interference. ; Con-
mllmntlywthh_n ilure to ‘bring such & meotion
su:l not:be sonslgzlmd by the Examiner to re-

t in -an estopp -Against. any party to-an.
interforence as:to.snbject mattei xﬁ; isclosed
in his csse in the interference.. On the other
hand, if such & motion is btouil;t during the
motion period, secrecy as to the application
named therein is deemed to have been waived,
access thereto is given to the opposing parties
and the motion may be transmitted by the Pat-
ent Interference Examiner; if so transmitted, it
will be considered and decided by the Primary
Examiner without regard to the question of
whether the moving party’s case already in the
interference discloses the subject matter of the
proposed claims. -
CoNCURRENCE OF ALL PartiEs

Contrary to the practice which obtains when
all parties s, upon the same ground for
dissolution, the concurrence of all parties in a
motion to amend or to substitute or add an ap-
plication does not result in the automatic grant-
ing of the motion. The mere agreement of the
parties that certain proposed counts are patent-
able does not relieve the Examiner of his duty
to determine independently whether the pro-

counts are patentable and allowable in
the applications involved. Even though no
references have been cited inst proposed
counts by the parties, it is the Examiner’s duty
to cite such references as may anticipate the
proposed counts, making a search for this pur-
pose if necessary.

Also, care should be exercised in deciding
motions that any counts to be added to the
existing interference differ materially from the
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& good 'test to: apply ~is ' whether different
proofs inay be required to prove priority as, for
example, in the case of a generic original count
and a proposed count to a species, or vice versa.
If the answer-is aflirmative, the motion to add
the ‘proposed count shonldi)e‘ granted. - When
a patent-is involved, all of the patent claims
which the applicant:can make must be inclnded
as counts of the interference.

The Examiner should also be careful not to
refuse acceptance of a count broader than orig-
inal counts solely on the ground that it does
not differ materially from them. If that is in
fact the case, and the proposed count is patent-
able over the prior art, the Examiner should

t the motion to ;he' etit:litt of substitutin
the proposed count for the broadest origina
count so that the parties will not be limited in
thlf.irhproofs" to inclade one ort;.g:le " fe;;utr;s
which are unnecessary to patentability of the
count. “Where there is room for a rgsomble
difference of opinion as to whether two claims
are materially different (or patentably distinet)
it is ad s to add the proposed claim io the
issue rather than to substitute it for the original
count, This will allow the parties to submit
priority evidence as to both counts.

Affidavits are occasionally offered in sup&rt
of or in opposition to motions to add or substi-
tute counts or applications. The praectice here
ig the same as in the case of affidavits concern.-
ing motions to dissolve that is, affidavits relat-
ing to disclosure of a party’s application as, for
example, on the matter of operativeness or right
to make, should not be considered, but affidavits
relating to the prior art may be considered by
analogy to Rule 132.

If a motion under Rule 231(a) (2) or (3) is
denied on the basis of a reference which is not
a statutorgebar, and which is cited for the first
time by the Examiner in his decision, the de-
cision may be modified and the motion granted
upon the filing of proper affidavits under Rule
131 in the application file of the party involved.
This is by analogy to Rule 237, altgough nor-
mally, request for reconsideration of decisions
on motions under Rule 231 will not be enter-
tained. Rule 231(d). These affidavits should
not be opened to the inspection of opposing
parties and no reference should be madle) to the
dates of invention set forth therein other than
the mere statement that the effective date of the
reference has been overcome. As in the case of
other affidavits under Rule 131, they remain
sealed until the preliminary statements for the

new counts are opened.
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A, meiniber ‘of the Board of Patent Interfer:
ences must be consulted in connestien with mo-
tions to add or substittte one .or more counts
or : applications: where: the matter of right to
make one or more counts is raised in an opposi-
tion to:'the motion or the Primary Examiner
wishes! to deny a motion: for that: reason al-

the/event the consultation ends in en
the matter will be resolved by the First Assist-
ant Commissioner. S o
1105.04 Decision on Motion Relating

. . to Benefit of a Prior Applica-

- tion Under Rule 231(a) (4)

 The Primary Examiner also decides motions
r’elatin§ to benefit of a prior application under
Rule 231(a)(4). These may involve shifting
the burden of proof or merely giving a party
the benefit of an earlier date which will not
change the order of the parties. They may
result in judgment or order to show cause
against a junior party whose preliminary state-
ment does not allege dates prior to the earlier
application or, in the case of a junior party, they
may shorten the period for which diligence must
be proved or change the burden of proof from
that of beyond reasonable doubt to a mere pre-
ponderance of the evidence.

If there is doubt whether an earlier appli-
cation discloses the invention involved in the
interference, there being a reasonable ground
for denying the party’s right to it, a party
should not be given the earlier record date.
The denial of a motion to shift the burden of
proof does not deprive a party of the benefit
of the earlier application upon which the mo-
tion was based. He may have the matter re-
viewed at final hearing (Rule 258) and he may
introduce that application as part of his evi-
dence to be subject to argument by all parties
and to-be considered by the Board of Patent
Interferences. See Greenawalt v. Mark, 1904
C.D.352; 111 O.G. 2224.

In deciding a motion of this nature, it is usu-
ally advisable first to determine exactly which
counts will be involved in the final redeclaration
of the interference. The practice in decidin
the motion should then follow that set fort
in the case of In re Redeclaration of Interfer-
ences Nos. 49.635: 49,636; 49,866: 1926 C.D.
75; 350 O.G. 3. In accordance with the last
stated case, no party in an interference should
be made junior as to some counts and senior as
to others. Therefore, if, in considering a mo-
tion to shift the burden of proof, it iz found
that the moving party is entitled to the henefit
of an earlier filed application ag to some counts
but not as to other counts in the same interfer-
ence, the motion should he denied.




i &pphn ‘ £
lxycatwn is. a constructi mductlon

such an app

to pr tha beneﬁt of its filing date may
be obtai ]umor b & motion to
shift the bu McBurne V.

Jones, 104 D.S.PQ. 115 Den Beste. V. Ma,mn,
1958 C.D. 178, 729 0.G. 724; Fried et al. v.

Murrs et ll 1959 C.D. 311 74.-6 0G. 563,
Wit to the shlft - of the burden
of proof it should be noted . at the order of

taking testimony should be placed u the
applicant last toﬁle unless all the count!;o:f the
interference read upon an earlier. spphcat.lon
which antedates that. of the other P@rﬁy
Normal”

For pro of foreign ﬁlmg
Prxontl; see“%l 14, 201.15 and for the determi-

nation . of rlghts under Pubhc Luw 690 - see
201.16. |

1105.05 Dmsolution on’ Primary Ex-

aminer’s Own Reqnest Under
Rule 237

Rute 237. Dissolution at the requut of ezaminer.
If, during the pendency of an lnterterence, & reference
or other reason be found which, in the opinion of the
primary examiner, renders all or patt of the counts
unpatentable, the attention of the Board of Patent
Interferences shall be called thereto. The interference
may be suspended and referred to the primary exam-
iner for consideration of the matter, In which case the
parties will be notified of the reason to be considered.
A.rtumenta of the parties regarding the matter will
be considered if filed within 20 days of the notifica-
tion. The interference wiil be continued or dissolved in
accordance with the determination by the primary
examiner. If such reference or reason be found while
the interference is before the primary examiner for
determination of a motion, decision thereon may be
incorporated in the decision on the motlon, but the
parties ghall be entitled to reconsideration if they
have not submitted arguments on the matter.

Rule 237 covers dissolution of an interference
on the Primary Examiner’s own motion if he
discovers a reference or other reason which
renders all or part of the counts unpatentable.
Two procedures are available under this rule:
Flrst, if the Primary Examiner finds a refer-
ence or other reason for terminating the inter-
ference in whole or in part the interference is
before him for determination of a motion, deci-

185

‘ Moe, mmary Exsmmer should
state that reconsldemtlon may be req
within the time specified in Rule 244(c).
(Basis: Notice of Ma.y 29, 1937.)
nd, if the Primary Esuminer finds s ref-
erence or other reason for terminating the inter-
ference in whole or in part when the interfer-
ence is not before him for determination of &
motion, he should call the attention of the Ex-
ammer of Interferences to the matter. The
Examiner should include in his leuer
terference Examiner a statement a
plymg the reference or reason to each of t
counts ‘of the interference which he deems un-
,and should forward with the
“y‘“thereof for each of

“ee of June 14, 1938,) |
statements have become open
parties, Rule 227, or if not and s party
authorizes the Primary ner to inspect his
preliminary statement, effect may be given
thereto in consuiermg the ap; llca.bxht of a
reference to the count under Rule ~ Sees
1105.02. ‘
The Patent Interference Examiner may sus-
nd the interference and refer the case to the
rimary Examiner for his determination of the
question of patentability, which is inter ﬁarta
as in the case of a motion to dissolve. Briefs
may be filed within twenty days of the notifi-
cation of the parties of the referral, but no
hearing will be set. Decision is prepared and
mailed by the Primary Examiner as in the case
of a motion to dissolve.

In cases involving a patent and an appli-
cation where the Primary Examiner raises the
question of patentability of the count, atten-
tion is directed to Noxon v. Halpert, 128
US.P.Q. 481.

If, in an interference involving two or more
apphcatlons, a reference is brought to the at-
tention of the Examiner by one of the parties
to the interference, that fact should be made
of record by the Examiner in his letter to the
Examiner of Interferences under Rule 237.

If, in an interference involving an applica-
tion amd a patent, the applicant calls attention
to s reference which he states anticipates the
issue of the interference, the Examiner of
Interferences will forthwith dissolve the inter-
ference, and the Primary Examiner will there-
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U aecordance wlth rlyls()ﬁ 02(’f), ~ Nohee Of
Mm_ 5, 1950 e

1105.06 Form of Declsum Letter

'In order to reduoe the pendenc; of applica-
tions involved in interfe pen ] y ‘ ppP

Exammers are dlrectetf '

o)
sions on motions within 30 days of the date of
transmittal to them. :

The decision should separs fer bo and
declde each motion which has nifted
y merel J ‘s statement o ted
or denied, su plemented nt
éconcluszon of fact ch

i)mvi%d the basis for the

that this is not. obvious

the motion, . Different g rged

ing a particular action, such as dlssolutmn for
example, should be referred to and decided as
separate motions. The granting or denial of a

motion to dissolve on & single ground should
ordinarily need no statement of conclusion.
When a2 motion to dissolve on the ground of
no right to make urges lack of support for
more than one portion of a count and is granted,
the Examiner should indicate which portions
of the count he considers not to be disclosed in
the application in question. The same practice
applies in denymg a party the benefit of prior

application. -
otions to amend or to substitute an appli-

cation do not require any statement of conclu-
sion if grantedm%ut a denial should be supple-
mented by a statement of the conclusion on
which denial is based. If an application is to
be added or substituted and the Exammer has
determined that it is entitled to the filing date
of a prior appllca.tlon by virtue of a divisional,
continuation or contmuatlon.m-part relatlon-
ship, the decision should so state.

Examples of the above are given in the
following:

The motion by Brown to dissolve on the
ground of unpatentability to all parties over
X in view of Y is denied.

The motion by Brown to dissolve on the
ground that Jones has no right to make the
count is granted. It is considered that the
expresaion “__________ ¥ is not supported by
the Jeres disclosure.
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proof is e

It is usmﬁi ndwsable to declde mohons to
dissolve first, then motions to 'amend or to sub-
stitute an ap “fhcatmn ‘and finally motions to
shift the burden of proof or relating to benefit
of an ‘earlier application’ taking ‘into account
any. changes in the issue or the parties which

may have effected by the granting of other
motions; ' If a motion to shift the burden of
proof is granted the change in the order of par-

ties should be stated.

if a motion to amend is rantod the declslon
should close with paragmp s setting times for
nonmoving parties to present claims corre-

ding to the newly admitted counts and for

all parties to file ‘preliminary statements as to

them Such puragmphs should take the fol-
lowmg form:-

‘Should the pames Srhith and: Brown desrre
to contest priority as to proposed count 2, they
should assert it by amendment to their respec-
tive applications on or before _..___...., and
failure to so assert it within the time allowed
will be taken asa dlsclalmer of the subject mat-
ter thereof.

On or before ____.______ , the statements de-
manded by Rules 215 et seq. with respect to
proposed count 2 must be fi ed in a sealed en-
velope bearing the name of the party filing it
and the number and title of the interference.
See also Rule 231(f), second sentence.

If a motion to substitute another commonly
owned application by a different inventor is
granted, the decision should include a para-

ﬁph setting a time for the substituted party
to lea prellmmar) statement in the following

The party —_.______ to be substituted for
the party —..______. must file on or before
: ,a preliminary statement as requlred
by Rules 215 ef seq. in a sealed envelope bearing
his name and the number and title of the inter-
ference.

The decision should close with a warning
statement such as the following:

No reconsideration (Rule 231(d) second sen-
tence).

The time periods fixed in the decision for
copying allowed proposed counts and for filing
preliminary statements should ordinarily be the
same and a period of 30 days should suffice in
most cases. However, where mailing time is
materially longer, as to the West Coast or for-
eign coantries, or when an attorney and inven-

- o =




1105.01, the w ‘APPROVED” sh uld

followed by an indication of matters requi
“Approvedifgise to the motion to

burden of ”

“Atfte r the decrslm ls mgned by the anary
Exa erfproper clerical entry made,
the’ complete interference file is forwarded to
the Service Bl‘anch of the Board of Patent

erferenice dating and mailing or for the
ure 1f there has been a

.’:--.“Dec of Pr Exr _--_.Granted
If some ‘of the motions have been ted and
others denied, the last entry will be “Granted
and Denied”, ‘and of course, if all the motions
have been demed the last entry will be “De-
nied.” If a date for copying allowed proposed

counts and for ﬁhn.% dprellmma, statements
has-been set, this sh also be in cated at the
end of the lineby o,

“Amendment and Statement due._... s
Below are examples of entries which should
be made in the interference brief in the section
entitled “Decisions on Motion” (Form P(-222)
in each case involved in the interference:

Dissolved

Dissolved astocounts2and 3
Dissolved as to Smith
Counts 4 and 5 admitted

These entries should be verified by the pri-
mary Examiner.

Determination of the next action to be
taken is made by the Service Branch of the
Board. Examples of such action may be redec-
laration, entry of judgment, or setting of time
for taking testimony and for filing briefs for
final hearing.

1105.07 Petition for Reconsideration
of Decision

Petitions or requests for reconsideration of &
decision on motions under Rule 281 or 237 will
not be given consideration. Rule 231(d) sec-
ond sentence. An exception is the case where

. and Addmonal Interferenegs

Redeclantxon of interferences where necessi-
tated by a decision on motions under Rule 231
will be dom by a Patent Interference Examiner,
the : papers bemg erigared by the interference
Service Branch. e decision signed by the
Primary Examiner will constitute the author-
ization. The same practice will .apply to the
declaration of any new interference which may
result from a decision | on motions. '

1106501 After Decision on Monon

Varxous pmoedum aTe Necessary’ after ‘de-

clsmn “on 'a motion. The fo]]owmg geneml
!Bestawd

(1 "X the total result of the motlon declslon
consnsts solely in’the elimination of counts, the
elimination of parties or a shifting of the bur-
den of proof, no redeclaration is ‘Tecessary.
The motion decision itself constitutes the pa-
per deleting counts or parties and is likewise
adequate notice of the shlftmg of the burden

of

&) ¥f the motion decision results in any
addition or substitution of parties or applica-
tions or the addition or substitution of counts,
then redeclaration is necessary. If redecla-
ration is necessary, the information falling
within category (1) is also included in the re-
declaration lgapers The old counts should re-
tain their old numbers for ease of identification.

(3) Since all of the necessary information
concerning an application to be added or sub-
stituted should a Y’pear in the motion decision
or on the face of t ;;‘phcanon file no separate
communication from the Primary Examiner to
the Patent Interference anmmer is necessary
or desired.

- The Patent Interference Exammer will de-
termine whether or not the nonmoving parties
have copied the proposed counts which have
been admntted within the time allowed and if
they have, he will proceed with the redeclara-
tion. If a garty ails so to copy a proposed
count and thus will not be included in inter-
ference as to such count the application will
be returned to the Primary Examiner by the
Patent Interference Examiner with a memo-
randum explaining the circumstances, unless
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w count and including only those par-
have asserted it in their applications.

on the

ties who have asserted it in their application
" In declaring a new interference as a result ef
a motion decision the notices to the parties and
the declaration sheet will include a statement to

E efmym:fterference is declared as the result
119

decnsx{”on on motlons m 'Intetfferencq ‘No.
In‘thi"s,c:;se also, no tlmw for filing preliminary
statementsor motions w:llbe set: o

1106.02 By Addition of New Party by

Rule 238 states ﬂ)ﬁnprocedureto be followed
when the Examiner finds, or there is filed, other
or new: ieations: intetfering as to som® or
as to all of the counts. The Klrwedure .when
any testimony has been taken differs consider-
abiv from the procedure when no testimony has
been taken. . However, the difference does not
involve the ‘Primary Kxaminer but rather af-
fects the action taken by the Patent Interfer-
ence Examiner. o _

The Primary Examiner forwards Form
PO-850 accompanied by the additional anpli-
cation to the interference Service Branch,
giving the same information regarding the
additional application as in connection with
an original declaration (1102.01) and also in-
cluding the number of the interference. If no
testimony has been taken, the Patent Interfer-
ence Examiner will as a matter of course sus-
pend the interference and redeclare it to include
the additional Yarty, setting such times for the
new party or all parties as is consistent with the
stage of proceedings at that point. If the addi-
tional party is to be added as to only some of
the counts, the Patent Interference Examiner
will declare a new interference as to those counts
and reform the original interference omitting
the counts which are included in the new one.
In this case the fact that the issue was in another
interference should be noted in all letters in the
new interference.

1107 Examiner’s Entry in Interference
File Subsequent to Interference

An interference is terminated either by dis-
solution or by an award of priority to one of
the parties. In either cage the interference is
returned with the entire record to the Exam-
iner as soon as the decision or judgment has
become final,

Rev. 12, Apr. 1067

" g Afferthe files Bave

“ben ‘retiriied to' the

ecision has ‘been ‘noted, such as'by the

The interfer¢nce file is returned to the Service
Branch of ‘the Board of ‘Patent Interferénces
when the examiner is through with it. There it
will be checked to see that such note has been

ade and initialed before filing away the inter-
fereme record.
1108 - Entry of Amendments Filed in

- Connection With Motions

This section is limited to the disposition of

amendments filed. in connection with motions
in an application involved in interference, after
the interference has terminated. o
..The manner of treating other amendments
which. are filed in an application during the
course of the interference, is discussed in a
ugmt@:seqtion (111805). . . .
. Under Rule 231(c) an applicant is required
to-submit with his motion to amend the issue
or to substitute an application, as a separate
paper, and amendment embodying the proposed
claims if the claims are not already in the ap-
plication concerned. In the case of an appli-
cation involved in the interference, this amend-
ment is not entered at that time but is placed
in the application file,

If the motion is granted the amendment is
entered at the time decision on the motion is
rendered. If the motion is not granted, the
amendment, though left in the file, is not en-
tered and is so marked.

If the motion is granted only in part and
denied as to another part, only so much of the
amendment as is covered in the grant of the
motion is entered, the remaining part being in-
dicated and marked “not entered” in pencil.
(See Rule 266.)

In each instance the applicant is informed of
the disposition of the amendment in the first
action in the case following the termination of
the interference. If the case is otherwise ready
for issue, applicant is notified that the applica-
tion is allowable and the Notice of Allowance
will be sent in due course, that prosecution is
closed and to what extent the amendment has
been entered.

As a corollary to this practice, it follows that
where prosecution of the winning application
had been closed prior to the declaration of the
interference, as by being in condition for issue,
that application may not be reopened to further
prosecution following the interference, even
though additional claims had been presented
under Rule 231(a)(2). The interference pro-

188

inign Noted” and initialed by him.




ceeding was not such an Office action as relieved
the case from its condition as the doctrine of
Ex parte Quayls, 1935 C.D. 11; 453 0.G. 213.

(Basis: Circular of February 20, 1936.)
It should be noted at this piont that, under
the provisions of Rule 262(d), the termination

189

of an interferenca on the basis of a disclaimer,
concession of priority, abandonment of the in-
vention, or abandonment. of the contest filed by
an applicant operates without further action as
a direction to cancel the claims involved from
the application of the party making the same.

Rev. 5, Jul. 1865
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ri ) l‘ bemkmtotheﬂourt
of Gmtmm and Patent. A; ls, or dmng the
pendency of mmh up&s
are not returned

afier the termination of the s
or the terminstion of the a
may be, Jurisdiction of the
matically restored with the return of the files,
and the cases of all parties are subject to such
ex parte mtxon a8 lt‘x eir ive conditions

{

period,
y.88 the case

Py
en the pri-
not mark the

has been termm%bed‘.
 period for response by

ority decision becomes |

begmm  of a statutor;
the applicant. 'See Ex parte Peterson, 1941
C.D. 525 0.G. 3.

If an agphcatlon had been thhdrawn from
issue for intérference and is again passed. to
xssue;,a notation “Re-examined and passed for
issue™ is placed on the file wrapper together
with a new signature of the Primary Exam-
iner in the box provided for this purpose.
Such a notation will be relied upon by the
Tssue and Gazette Branch as showing that the
application is intended to be passed for issue
and make it possible to screen out those appli-
cations which are mistakenly forwarded to the
Issue and Gazette Branch dnrmg the pendency
of the interference.

See 1302.12 with respect to listing references
discussed in motion decisions.

1109.01 The Winning Party

The winning party may be sent to issue de-
spite the filing of a suit under 35 U.S.C. 146
by his opp«ment in an interference solely in-
volving pending applications. Monaco v. Wat-
son, 108 .S, App D.C. 142; 250 F. 2d 335; 122
US8.1P.Q. 564. In an interference involving a
patent where the winning party is an applicant,
the Office will not send the application to issue
while a suit is pending under 35 U.S.C. 146.
Monsanto v. Kamp et al.; 146 U.S.P.Q. 431.
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examining group untal '

sniiner is auto- -

the award of priori & ey hiﬁ;
volving' &P cation an apo.tbme ‘whic
beaks of the- refection: the,
iner: fm'thwith ,m ﬂm nppiw&tmﬁ p: for ,
Iﬁ, howe‘ver the applmﬂ:m of tke wmmng
oontams, an unanswered Office action, the
miner at once notifies tﬁe a4 plimnt of tlus
fact snd: requires response
within - & :shottened - pamd
runping from the date of such notiee See Ex
parte Peterson, 1941 C.D. 8; 525 0.G. 3. Thw
procedure is not.to be construed as requi
the reopening of the case if the Office: action
had closed: the ' prosecutioni before the Exam-
iner. (See Notice of April 14,1941, 71902(b) )
-The winning party, if the. pmeecutlon
¢ase had not baen clnoad, 'generall be
sllowed additional and bioader: cluims to the
common - patentable su eo(: matter.) ;
however, In re Hoover - Bte. 1948 - CD
338: 553 0.G-. 385.) ‘Having won ths- mterfer-
ence, he is not denied ‘ahything he was in pos-
session of prior to the interferetice, nor has he
acquired any additional rights as'a result of
the interference. His case thus stands as it was
prior to the interference. If the application

. was under final rejection as to some of its

claims at the time the interference was formed,
the institution. of the interference acted to sus-
pend, but not to vacate, the final rejection.
After termination of the interference a letter
is written the applicant, as in the case of any
other action unanswered at the time the inter-
ference was instituted, setting a shortened pe-
riod within which to file an appeal or cancel
the ﬁnally rejecte’d cla_ims. o

1109.02 The, Losmg Party

The appltcatxon of each of the losing parties
following an interference terminated by a judg-
ment of priority is acted on at once. The
judgment is exammed to determine the basis
therefor and action is taken accordingly.

If the ]udgment is based on a disclaimer,
concession of priority, or abandonment of the
invention filed by the losmg applicant, such
disclaimer, concession of priority, or abandon-
ment of the invention operates “without fur-
ther action as a direction to cancel the claims

Rev. 7, Jan, 1908




5 m/;{ LRy ?p . - iof 1nd1-
eutmg the ccxreumtmcu, thatmo claima remain
tu prosecution, and that the spplication

émﬂmahndonedﬁ]esmththa
next gmp .of -abandoned -applications. - Pro-

are terminated as of the dats appesl

or review by civil action was due if no appeal
or civil wctl M . ,

! xfp ragraph’(judg-

. matters), any

eén ted party’s case

in connection with the win-

ning party’s di'sclosure. Any claim in s Josing

party’s case not patentable over the winning

psrt ’s- disclosure, either by itself or in con-

]unctron thh ut't should be rejected. Where

the winning rty is"an applicant, reference

ahould be' msde ‘only to the spplication of
 winning

party in Interference

---'--h--"

"'iw"" fmt the serial number or the ﬁlmg date
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ing ' the mterﬁu'ence, he. . O ‘2 cop,
thereof to enable him to respond toa rejeotwn
’ rty’s disclosure, Such
' £ of the Docket
gurhﬁ wlwlmsauthon t approve orders of

the'mtzrfgmnce, there is no need for the ap-
plicant to have 2 copy of the winning party’s
drawing, for the issue can be interpreted in
the light of the applicant’s own dnwmg as
well as that of the successful party.

It may be added: that rejection on estoppel
through failare to move under ‘Rules 281(a)
(2) ‘and (3) may apply where the interference
terminates in a judgment of priority as well as
where it is ended by dissolution. See 1110.
However, Rile 231(a) (8) ‘now’ flnmts the doc-
trine of estoppel to subject matter in the cases
involved in the mterference. . See 1105.03.

1110 Action After Dissolution

- After dissolution of an interference any
amendments which accompanied motions to
dissolve are entered to the extent that the mo-
tions were not denied. See 1108. See 1302.12
with respect to listing references discussed in
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motion decisions. If the gwm

tion are also applicable to the non-moving par-
ties, e.g., unpatentability of the subject matter
of the interference, the Examiner should, on
the return of the files to his division, reject in
each of the applications of the non-moving
parties the claims corresponding to the counts

184.1

ds for dissolu-

e

of the interference on the grounds thtﬁdm ‘

the decision. It is proper to refer to the “ap-

plicstion of T , an adverse party in
ame L
Interference ___.._ ,2’ but neither the serial

No.
number nor the éling date of such application
should be included in the Office Action.

Pov, 7, Jan, 1966
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Dlssolutmn of an mterference on the basm of
an abandonment of the contest operates as a

direction to cas the involved claims from
that party’s spp]watlon (Rule 262(6.))
If all the claims in an application are elim-
inated in :ﬁ?m the. pmme zlf-
ibed in see the
izrtirth aTAZTAL mgoﬁl&m for tﬂz action to
Rule262(b)mdsmpart. R :
Upontheﬂil‘ttmhammentotthecontest
or of the application, the interference shall be dissolved

as to that party, bat such dissolution shall in subse- .

mtmeeed!ngchavethesameeﬂectwuhrespectto
&emmmmuummnmtdot

priority. .
Under thess awumstanees, it shonld be noted
ursuant to the last sentence of Rule

262(b supra, the part; who abandons the con-
tast(or}) cation Ztande on the same foot-
ing as the 15329 party referred to in Section
110902. SRRt
1110. 02 Actlon 'After Dissolation Un-
du Rule 231 or 237
If, follo the dissolution of the interfer-

ence under ese circumstan any junior
rtﬁv files claims that might have been included
issue of the interference such claims
should be rejected on the ground of estoppel.
The senior of the parties, in accordance with
Rule 257, is from such rejection.
Where it i8 only the j ]umor parties to the inter-
ference that have common subject matter addi-
tional to the subject matter of the interference,
the senior one of this subgroup is free to claim
this common subject matter. Rule 231(a)(8)
now limits the doctrine of estoppel to subject
matter in the ¢ases involved in the interference.
See 1105.03.

1111.01 Interviews [R-16]

Where an interference is declared all ques-
tions involved therein are to be determined
inter partes. This includes not only the ques-
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MM

; moﬁmnvwﬁm bﬁballwm
relative to: wwmwmmﬁ
mhthadammmuom g ‘
mboodéadwzthe;iuwan thsqmstmm

tentability of the olkims. -
Exammers are admomshed tha.t. mter

AR D & ot w
o%hml not, be- patten and

thst. the sh somform applicints or their
ch t is made to: discuss

attorneys if attemp
ecparteﬂllm%pmqﬁe@wns.

llll.02 Reeord in Eacll Interferenee
F Complete {R-16]

"dmg”"’“ shors, %’ﬁ”ﬁaﬁuﬁm th suane sabe
m 8 to 88100
]ectlmatmr, or in which- snbstantmll{h the same
applicants or patentees are parties thereto, in
p er that the record of the proceedings in each
pamenlar ‘interference may be kept sepaute
-all motions and papers:
beﬁledtheremmnstbenthd mmdreiateonly
to the particular interference to which they be-
long, and no motjon or paper can be filed in any
interference which relates ¢o::or in which ‘is
joined another interference or ma.wer a.ﬂectmg
another interference. -
TheExammcrsarealsodn'ectedwﬁlem
each interference a distinct and separate copy
of their actions, so that it will not be necessary
to examine the records, of several interferences
to ascertain the status of a partlcmar case,
This will not, however, apply to the fBStl-
mony. All papers filed in violation of this prac &
tice will be returned to the parties filing them.

1111.03 Overlapping Appllcauons

Where one of several applications of the
same inventor or assignee which contain over-
lapping claims gets into an interference, the
prosecution of all the cases not in the interfer-
ence should be carried as far as possible, by
treating as prior art the counts of the inter-
ference and by insisting on proper lines of di-
vision or distinction between the applications.
In some instances suspension of action by the
Office cannot be avoided. See 709.01.

Where an application involved in interfer-
ence includes, in addition to the subject mat-
ter of the interference, a separate and divisible
invention, prosecution of the second invention
may be had during the pendency of the inter-
ference by ﬁlmg a divisional spplication for
the second invention or by filing a divisional
application for the subject matter of the inter-
ference and moving to substitute the latter
divisional application for the application orig-

Rev. 16, Apr. 1068



tb lettnrmllbeamttodlparms
- Claims 1, 2, ew., @
claims and claims not ‘over, t18 Ap-
plmhonmdﬁr secuntyst&tm) -conflict thh
thoss : of another apphcation. Howom,

security status: (ofmeoﬂn' Aor (of

yonr n éoeemtpmmtthe

mmtarfez'enm. 1 Aocordingly, action on

tho' "ns‘:ism)endedk : forso-ong’ as this
removnlofﬂ» status from all

ﬁp cauons,anmterfemnca mllbedeclamd
letter should slso indicate the allow-
abﬂltyoftharemmmngclaxmslfmy

111105 Amendments Filed During
lnterferenee [R-16]

Tho ion of amendments filed in con-
nection w1th motions in Blpheat:ons involved
in an mterferenoe, after the interference has
been 'ig treated in a separate sec-
tion (1108). If the amendment is filed pur-
guant to s letter by the Primary Examiner.
after having fott:il ]unsrhctmn of the mvolved

® purpose

:mc:?ﬁums for mterference ::%f ﬁie:

and for the purpose of declaring an
Ed?g{mnal mterferen%e, the examiner enters
the smendment and takes the proper steps to
initiate the second interference.

Oraxr AMENDMENTS

When an amendment to an application in-
volved in an interference is received, the
Exzaminer i the amendment and, if nec-
essary, the application, to determine whether

Bev. 16, Ape, 1008 196

ex pm'te prosecutmn of an app
of Appeals is being wnducted concurren

eeding (see 1103),.
if it relats it oul%tmted
any similar At in an o 8
pealed case. ' sl
When an amendxmﬂ:o % dur mterfg
ence purports to: put th "“t.‘“,n n condi-
tion for another interference either with
mary. . ust personally eonsider the
amendment suﬁclentl.!i' to determine whether,
mfa.ct,ltdoesso 1tdoes,heobtamsfrom
he Commissioner ju of the applica-

txon for the.  of setting up the new
interference. ¢ Examiner submits his re-
quest for ]unsdmtmtotheGroupManagerfor
approval, of course that the
interference is sti pending before the Board
Patent Interferences. Form at 1112.06(a).

If the amendment presents allowable claims
directed to an invention claimed in a patent or
in another E:ndmg application in issue or ready
for issue, the Examiner requests jurisdiction of
the file, as a.bove, forth in uest the
reason why immediate jurisdiction of the file
is required by him, and when the file is re-
cei enters the amendment and takes the
proper steps to initiate the second interference.

ere in the opinion of the Examiner, the
proposed amendment does not put the apphca—
tion in condition for interference with another
g)hcatwn not involved in the interference
amendment is placed in the file and marked
“not entered” and the spplicant is informed
why it will not be now eatered and acted upon.
See form at 1112.10. Where the amendment
copies claims of & patent not involved in the




claims’ rejected, setting a tlme lmnt for re-
sponse. . If reconsideration is requested and
rejection’ made final & time limit for appeal
should be set. Where the application at the
time ‘of ‘forming ‘the interference was closed
to further ez parte prosecution and the dis-
closure of the application will, prima facie,
not support the copied patent clmms or where
copied patent claims are drawn to a nonelected
invention, the amendment will not be entered
and the applicant will be so informed, giving
very briefly the reason for the nonentry of the
amendment. See Letter Form 1112.10.

1111.06 Notice of Rule 231(a)(3)
Motion Relating to Applica-
tion Not Involved in Interfer-
ence [R-17]

Whenever a party in interference brings a
motion under Rule 231(a) (3) affecting an ap-
plication not already included in the interfer-
ence, the Examiner of Interferences should at
once send the Primary Examiner a written no-
tice of such motion and the Primary Examiner
should place this notice in said application file.

The notice is customarily sent to the group
which declared the interference since the ap-
plication referred to in the motion is generally
examined in the same group. However, if the
application is not being examined in the same
group, then the correct group should be ascer-
tained and the notice forwarded to that group.

This notice serves several useful and essen-
tial purposes, and due attention must be given
to it when it is received. First, the Examiner
is cautioned by this notice not to consider ex
parte, questions which are pending before the
Office in inter partes proceedings involving the
same applicant or party in interest. Second,
if the application which is the subject of the
motion i8 in issue and the last date for paying
the final fee will not permit determination of
the motion, it will be necessary to withdraw
the application from issue. Form at 1112.04.
Third, if the application contains an affidavit
under Rule 131, this must be sealed because
the opposing parties have access to the ap-
plication.

Although for sxmphclty, the subject of this
section is titled “Conversion of Application
from Joint to Sole or Sole to Joint,” it in-
cludes all cases where an apphcatlon is con-

' verted to decrease or increase the number of

applicants. See 201.08,

If conversion is attempted after declaratlon
of an interference but prior to expiration of the
time set for filing motions, the matter is treated
as an inter partes matter, sub]ect to opposition.
That is, the filing of conversion papers during
this period whether or not accompanied by a
formal motion will be treated as a motion under
Rule 231(a) (5) and will be transmitted to the
Prunary Examiner for decision after expiration
of the time within which reply briefs may be
filed, along with any other motions which may
have been filed. If conversion is permitted,
redeclaration will be accomplished as in other
cases on the basis of the decision on motions.

“If conversion is attempted after the close of
the motion period but prior to the taking of
any testimony, the Interference Examiner may,
at his discretion, either transmit the matter to
the Primary Examiner for determination or
defer consideration thereof to final hearing for
determination by the Board of Patent Inter-
ferences. If transmitted to the Primary Ex-
aminer, the matter is treated as outlined in the
preceding paragraph.

If conversion is attempted after the taking
of testimony has commenced, the Interference
Examiner will generally defer consideration
of the matter to final hearing for determina-
tion by the Board of Patent Interferences.

In any case where the Examiner must de-
cide the question of converting an application
he must, of course, determine whether the le-
gal requirements for such conversion have
been satisfied. just as in the ordinary ex parte
treatment of the matter. Also as in ex parte
situations the Examiner should make of record
the formal acknowledgment of conversion as
required by 201.03.

A party may occasionally seek to substitute
an application with a lesser or greater number
of apphcantq for the application originally in-
volved in the interference. Such substitution
is treated in the same manner as the conversion
of an involved application as described above.

Bev. 17, July 1968




~ tion b

thg&'eof are p

the interference file

spection by the opposing party during the in-
terference and may be separately prosecuted
during the interference, but will not be passed
to issue until the final determination of the
interference, except upon the approval of the

Commissioner.

1111.09 Suit Under 35 U.S.C. 146
. by Losing Party [R-—17]

~ When a losing party to an interference gives
notice in his application that he has filed a
civil action under the provisions of 35 U.S.C.
146, relative to the interference, that notice

198
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10 Benefit of Foreign Filing Date

If a request for the benefit of a foreign filing
date under 35 U.S.C. 11 under Section 1
of Public Taw 690 is filed while an applica-
tion is involved in interference, the papers are
to be placed in the application file in the same
manner as amendments received during inter-
ference, and appropriate action taken after the
termination of the interference. B
A party is not given the benefit of o forei

_ filing date in the original declaration of an
_ inferference, even though favorable action had

ated in previous ex parte prosecution.
rty having a foreign filing daie should
fore file & ‘motion to’ shift the burden of
roof or for benefit of that filing date under
ule 231(a) (4) and the matter is then consid-
ered on an ¢nfer partes basis.

1111.11 Patentability Reports

The question of Patentability Reports rarely
arises in interference proceedings but the
proper occasion therefor may occur in decid-
ing motions. If appropriate, Patentability
Report practice may be utilized in deciding
motions and the procedure should follow as
closely as possible the ex parte Patentability
Report practice.




1111.13

In additi equired
eonnectlon with certain motion declslons m

Patent Interference Examiner or a member of
the Board of Patent Intei'ferences in any case

of doubt or where. the practlce ‘appears to be

obscure or confused: . In view of. their spe

cialized experience they may be able to sugestﬂ :
a course of action which will avoid considerable

difficulty in the future treatment of the case.

1111.14 Correction of Error in Jom-j:

ing Inventor

Requests for certificates correctmg the mls-‘

joinder or nonjoinder of inventors in a patent

are referred to the Solicitor’s Office for consid-
eration. If the patent is involved in interfer-
ence when the request is filed, the matter willbe .. .
considered inter partes. ‘Service of the request’”

on the 0 rty will be required and an
e%oil;ganpao 8 l_esart,y addressed tﬁ
the request will bgnonsxde if filed within 20 -

199

extent of determining wheth

1105.01, the Examiner should consult with a. . ‘ggclsxon concerning the

op party

Law Exseminer will consider the mn.ﬁter»te

primva ‘favie’ conforms to applicable law and
hc During the interference, a copy of any
e rﬁquest wlllll be sent to
the oppo party as well as to the requesting
Earty ISSISIIII%DCB of the certificate will be with-
eld until the interference is termma.tedhsmce
ave &

eealso

evidence adduced in the interference
llazggngg on the quest,lon of wmder
01 .

1112

Forms Used n 'Imérfer-

ences

Forms are found in Chapter 600 of the
Manual of Clerical Procedure which gives de-
tails as to the stationery to be used, number of
copies, typing format and handling.

1112 01 Letter to Law Examiner Sub-
mitting . Proposed Interfer-

‘ence for Correspondence
Under Rule 202

.. 'This correspondence is po longer instituted.

Hev. 11, Jan. 1867




1 PATENT . OF "a k l
. WASHINGTON

In Regly Ploase Rofer To:

Applicast: ;
John Wentworth et al
Ser. No. ’ - -
202,705
20007 = [Fild '
o ' July 1, 1965
) B T“ ke K N B N

STRETCH YARN

Cited kefeg_e_a;cel Charge Data (1t applicable)
Deposit Account No. No. of Copies

- | |ssorrmep Tne ror RePLY

me. .gm below ‘& commusication from the EXAMINER in chgrge of this application.
The following claim(s) found allowable, is (are)
suggested for the purpose of interference:
APPLICANT SHOULD MAKE THE CLAIM(S) BY
(allow not less than 30 days), FAILURE TO DO SO WILL BE
CONSIDERED A DISCLAIMER OF THE SUBJECT MATTER INVOLVED

UNDER THE PROVISIONS OF RULE 203.
Examiner

WCJONES:pcf
WoT-2804

1112.03 Same Attorney or Agent in Applications of Conflicting Interests

This is usually added to the letter suggesting claims:

Attention is called to the fact that the attorrney (or agent) in this application is also the
attorney gor agent) in an application of another party and of different ownership claiming
substantially the same patentable invention as claimed in the above-identified application.

Rev. 5, Jul. 1965 200




'\-.... co.m  UNITED STATES eovmunmg

&?’ M‘ d PATENT OFFICE
emorandum
TO ‘Mp, , Divector, Operation ' '~ DATE: - . -
] ey i s
FRON o o e |

SUBJECT: w4 tharawal from Issues g N,

be withdrmln from 1ssue for the pm'pose of

It 13 requested that the above-entitled a.pplication

Examiner provides necess:

a-rbe h

'me rinal fee ha.s (or has not) been paid,

Respectfully,

Examiner

JCWILLIAMS: fwa

:

b.

c.

d.

e,

- interference, another party having made claims
suggested to him from this application,

interference, on the basis of claims
{ specify) eopied from Pat, No. .

interference, applicant having made claims
suggested to him,

rejecting claims (specify) on the implied
disclaimer resultﬁ‘fm failure to make the
claims suggested to him under Rule 203,

deciding a motion under Rule 234 involving this

application, the date set for the motion .being

;:::gqgent to the ultimate date for paying the
ee,

deciding a motion under Rule 231(a) (3) involv-
ing this application, the final fee having been
paid, or, the motion cannot be decided prior to
the ultimate date for paying the final fee,

201 Rev. 5, Jul. 1965



PATENT OFFICE
WASHINGTOM

EXAMINERS INSTRUCTIONS -
SULREERT A farward to the Growp Clerk.

Pleasc do aat have chis lur-_;{e

pewritten,
partics need not be listed in soy specific order.

Complete the itcms bolow by hand (pen and ink), and

SOARD OF INTERFERENCES: An incerference is found to rrist berwien

following coves:

opplicedle, check ond/ oe 1i)! in sppropriote m.u’hs

LAST uAut QF FIRSY LISTED “APPLICANT .
1. . ( C ‘M WP.E.F. 1102.01(c)
o znael oL & -
L__? After termination of this inrcrference, this .pplnnnm
SERIAL uhuun FILED (Ma., Day, Year) B w’;il be hcld iubltcr eo lmhu elamuunon undc; P
< : ." :
718 ¢13
| Accorded bonelic of The lello‘-m; claims /{ /aJ /.ﬁ
SERMIAL NUMBER FILED (0., Day, Yex) will be beld subject ro rc;eﬂwa as unp‘rennhle over the
. issue in the even of ae umrﬁ d pﬂom) adverse to
T ompd ‘applicnen, "> << ; .
LAST NANE CF mm' LISTED “AP L NY" P cheoek ond/ee Fill h -”npvlm nu”phl
2. f (f)[ k Ml' C.Q 16281(ef: : :
’ <
¢ [ nner rermination of this ioterference, this application
htldwbu-u whuhnmnmuaal uadﬂ Ru!e ;
{uhee it.of The foliosiog claims, o
SERIAL RUMBER FILED (3o., Day, Yoar) will be held subject to rem-noa as unpncnnble over the
o P . issue i the event of.an nrcrd of puum adverse to
o o 551 (RS- applitpat. " es) |
LAST NAME OF FIRST LISTED "Anucur" if cppliceble, check and or bill in appropriate poregrephs
3. - o , \) from 1.P.E.F. 1162.01(c)
SA ez FEE
" Alter termination of this iterference, this application
SERIAL NUMBER FILED (Mo., Day, Veer) t(:(‘l be held subject to further examination under Rule
R e S oS > :
//{g 7 - C/ ;1‘//!
Accordad berolis of S The follon ing claims
SERIAL NUMBER FILED (Mo, Doy, Yoar) will be held subject to rejection s8 unpatentable vver the
issue in the event of an award of priotity adverse to
- S applicant.
LAST NAME OF FIRST LISTED JAPPLICANY ll opplicable, check end/or filf in c»upclcn parogragha
4. / ) /, . 2 foom 1.P.€.P. T162.0%(e) .
A e
74 "Z/ e {7 After termination of this interference, this application
SERIAL MUMEBER : Fi,ED @do., Dyy, Vem) . ; will be beld subjrct to farrher examination under Rule
(K21 et 12 1765 ,
Accondod bonctit of The following claims. / D
SERIAL HUMBER TFICED dio., Day, Fome) . .. will be beld to re i over the
; B issue in the eu-ntol an awatd of prmmy adverse to
A ( /17t 7— applicsut.
The relatien of the c e the clsi pective gacties (Indicars (hose maditied) /' .
vs n;’we OF PAR RAuE OF., nw E RAME OF, FASR A r %’
coumrs 1/2 “L‘ (4 ’ A 2>
! L JARTZD) /_ D4
2 2 l 2 4
) T im) 7] L4 7
rd
[}
]
[

Have modified counts not s

aring in any application typed on a separate sheer and attach 1o this form.  wr

A

[arou GATE p )
(/12 [/ /r 3 /.‘}) ///7

Ery

Ry

Clork’s lastruetions: H

1. 1f & patent is involved, obrain a title report and inrlude a copy,

P

2, Return rransmirtal stip PO-2C) or PO-20) to the Board of Appeais, =~

soRw PO-§50 16.00/

Rev. 5, Jul. 1965
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1112.06'5 Reg
Porm €012 UN“““)STATEs‘,.““**~

Rt Memomndum

TO : Mr, . Group Manager, Group DATE:
In reply refer to:
FROM » Examiner
‘ SUBJECT: Request for Jurisdiction: Application of
- John T, McKibben

~ Serial MWo. 385,963
Knitting Machine .-
: Piled July 1, 1965

Jurisdiction of the abovo-entitled application

now 1nvolved in Interference No._88 262, HcKibben v.,Tapea,l

is requested for the purpose of gThe Examiner grovides

reason or indicates the aggrogriate item a=-d belowl. .
- " Respectfully,

Examiner

J. WILLIAMS: pcf

(a) Suggesting claims thereto for interference
with another party and of entering such claims if
made, and of initiasting such additional interference.

(b) Entering an amendment which puts the appli-
cation in condition for another interference, and of
initiating such other interference. ,

(¢) Imitiating another interference, another
party having made claims suggested to him from this
aepplication,

(d) Entering and taking action on claims copied
from Patent Ho, to s with which applicant
regquesgts an interference.,

! Note eiphabeticsl arrangement.

203 Bev. 5, Jul. 1965




vk

This, 40 be ‘used. in all, ; :the. )
erfm;mxa be of:nmmoﬁmm%wbm mwriwmmwthtomﬂww‘,/\

RN .
THE ONROIRIR RN IF FATERTS
WASMNGTOR. D.C. 3R U.S. DEPARTMENT orm
PATENT OFFicCE’
WASHINGTON

In re Intf, No. 98 (e1]4]

John Hillard
v. R
Luther Stone

Under the provisiona of Rule 237, your attantion
is called to the following patent3°

197,520 @ Jolienm 1-1897 214-26
1 637,1468 Moran L-1950 2111:-26

COunts 1 and 2 are considared unpatentable over
either of these references for the following reasons:

(The Examiner discusses the references.)

Exeminer

MMWard :pcf
Coples to:

John Jones
133 Fifth Avsnue
New York, Kew York 11346

Leonard Smith
460 Munsey Building
Washington, D, C, 20641

Patentee INVOLVED

If one of the parties is a patentee, no reference should be made to the patent claims nor to
the fact that such clsims correspond to the counts. See 1101.02(f), last paragraph. However,
this restriction does not apply to claims of the ap splication. Language such as the following is
suggested “Applicant’s claims—are considered fully met by (or unpatentable over) the—
reference.” (Basis: Notice of October 3, 1962.)

Rev. 5, Jul. 1965 204




1112.09 Redeclarations |
Thess are now handled in the Interference Section of Docket Branch.

1112.10 Letter Denying Entry of Amendment Seeking Further Interference

rasRENGE 20

(With application or patent not involved in present interference)

PoperNo. U}

U.S. DEPARTMENT OF COMMERCE
PATENT OFFICE
WASHINGTON

tn Reply Fleose Refer To:
Aﬁp{i:ﬂ::
chard A, Green

Charles A. Donnelly Ser. No.
123 Hain Street 521, 316
Dayton, Ohio 65497 . Filed
July 1, 1965
| For
_ PIPE CONNECTOR
Cited Relerences Charge Data (If appliceble)

Deposit Account No, Ka. of Copies

Please find below a communication from the EXAMINER in charge of this application.

Commissioner of Pacencs,

The amendment filed has not now been
entered since it does not place the case in condition for
another interference,

(Follow with appropriate paragraph, e.g,, (a) or
(b) below:)

(a) Applicant has no right to make claims
because (state reason briefly,) (Use where applicant cannot
make claims for interference with another application or
where applicant clearly cannoct make claims of a patent.)

(v) Claims are directed to a species

which 1s not presently allowable in this cazse,

Examiner

ZGREEN:ns
WoT-2802
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