105.01(b)
705.01(c)
705.01(8)

Counting and Redat&ing_!’ R’
" Duplicate Prints of Drawm
705.01(e} Limitation us to Use
705.01(f)  Interviews With Appucants
708  Rejection of Claima

708.01 Oontrasted With Object!ons
70602 Rejection on Prlor Art

"06 02(&)

‘Barved by Atomic
i Ponctional
Vague and Indefinite
Product by Process
- ncomplete 7 ©
Prolix R
Nonstatutory Clalm
Aggregation ‘
“ Ol Combination
Duplicate Claims; Double Patenting
‘Mutiplicity
Nonelected Inventions
- Correspondence of Claim and Disclosure
New Matter
No Diility
Obvious Method
Mere Function of Machine
Statutory Bar
Other Assigned Application
Disclaimer

fng
Res Judieatsa
Reiszue
Improper Markush
Undue Breadth
708.04 Rejection of Previously Allowed Claim
706056 Rejection After Allowance of Appiication
706.06 Rejection of Claims Copled from Patent
708.07 Final Rejection
700.07(a) When Proper on Second Acticn
706.07(b) When Proper on First Action
708.07(¢c) Prematore
708.07(d) Withdrawal of Premature

After Interference or Public Use Proceed-

61

rd Action and Five-Yesr

707.04 * Inittal

707.053 Citation of Refmm

T07.05(a) Coples of Cited References Provided by
Reference Order Center

References Cited By Applicant

Grouped at’ Beginaing of Letter

Reference Cited in Subsequent Actions

Data’ Used in Clting mtemncea o

TU7.08(b)
707.05(c)
Ta7.08(48)
707.05(¢)
T07.06(%)

Tncorréct cttat!m of Baferences ‘

707.08  Oltation of Deeisious, Ou!em Memorandums
. and Naﬁm S o
yizRi Complm gnd Glm'ity

T0T.05(g)

T07.07(a)
Ty
707.07(¢c)
707.07(d)
T07.07 (e}
THOT(5)
707.0T(g)
T07.07(h)
007 (1)

Action on ll'oﬂm Mattm

Drafisman’s Rwu!rement

Language To Be Ueed In Rejections

Note AR Outwunding Reguirements

Angwer All Material Traversed

'Piecement Examination

Notify of Inaccuracies in Amendment

Bach Claim To Be Mentioned in Fach
Tatter

707.07(3) State When Claims Are Allowzble

70007 (k) Numbering Paragraphs

70708 Review and Initialing by Assistant Examiner

707.08 Signing by Primary or Other Authoriged
Ezxaminer

Eniry

Date

T07.10

70711

T07.12 Mailing

707.13 - Returned Office 40" m

708 Order of Examinatic..

70801 List of Speclal Cases

70802 Petition to Make Special

70802 Ezaminer Tenders His Resigpation

708 Suspension of Action

700.01 Overlapping Applications by Same Applicant
or owned by Same Assignee

708.02 Actions Following Correspondence under Bule
202

710 Period for Responsge

710,01 Statutory Period

710.01(s) Statutery Period: How Computed

Rev, 17, July 1268




- 1’1006 Miscellaneous Faetors Determininx Date
711 Abandonment . -
71101 Express or Formal Abandonment
. 71102 Failure to Tuke Required Actlon During Stetu-
tory Period .
711.02(a) Inmﬁelency of Response
71L02(b)  Special Situations Involving Absndenment
711.02(c) Termluat!on of Proceedlngs .
711.03:. RecOnsideration of Houling of Abandmmt
Revival
.Holding Based on Insuﬂlcieney of Bm
Boldinx Based on Failm'e to Bespond With-
"in Period
Petitions Be!aﬁng to Holdlnz of Ahnndon
ment :
71L.03 (&) Enminer’s smtement on Petltion Reht—
ing to Abandonment.
711.04 Disposition of Abandoned Applications
711.04(a) Pulling and Forwardlng
711.04(b) Ordering Abandoned Files
71105 Letter of Ahandonment Received After Appli-
_cation is Allowed
711.06 Abstucts, Abbreviatures and Defensive Pub-
Meations
Use of Abstracts, Abbreviatures and De-
sive Publications as References
712 Abandonment for Failure to Pay Issue Fee (For-
~ feiture)
713 Interviews

711.903(a)
TILO8(D)

711.03(c)

711.06(a)

713.01 Genersal Policy, How Conducted

713.02 1Interviews Prior to First Officizl Action

71303 Interviews for “Sounding Out” Examiner Not
Permitted

71304 Substance of Iuterview Muut Be HMade of
Record

71305 Interviews Prohibited or Granted, Specul
Situations

713.086 No Inter Partes Questions Digscussed Ex Parte

713.07 Exposure of Other Cases

713.08 Demonstration, Exhibits, Models

713.02 Finally Rejected Application

713.10 Interview Preceding Filing Amendment Under

Rule 812
714 Amendments, Applicant’s Actions
71401 Signatures to Amendments
714.01(a) Unsigned or Improperly BSigned Amend-
ment

Rev. 17, July 1068

| TIL0N(8)

Amdmgﬂotln!’mmtlnk
Wm::mt .
Amendments Before First Office Action
mmm&motmmgm Lo
Amendment Fﬂed D\:rlng In@er!erenca Pro-
ceedings
AmendmmAfterFina! Rejecﬁmor&ctlon
Amendments After Final Rejection ar Agtion,
ey Pmdnul‘ollowed ;
A.m After Allowanne ot An cxalms
WBetare, but - Becelmd in

714.18

- Exsmining
Amendmmt Atter Noﬂee ot Alwwanee, Rule
312 .
714.16(2) . Copied: Patent Gla!ms -

714.16¢(b) Filed with s Motion: Under Rule ﬁl
714.16(¢) Additiensl Claims

714.16(d) - Handlng . .

714.16(e) Entry in Part

71417 Amendment Filed After the Perlod for Be-
sponge Has. Explred

71418 Entry of Amendments

71419 List of Amendments, Entry Denfed

71420 List of Amendments Entered In Part

71421 Amendments Inadvertently Entered, No Legal
Effect

71422 Entry of Amendments, Directions for

71423 Entry of Amendments, Directions for, Defec.
tive

71424 Amendment of Amendment

71425 Discourtesy of Applicant or Attorney

718 Swearing Back of Refercnce—Affidavit Under
Rule 181
71501 Reference Cislme Foreign Filing Date
71501(a) Reference a Joint Patent to Applicant and
Another
715.01(b) Reference and Appiication have Common
Austgnee
Reference iz Publication of Applicant’s
Own Invention
General Rule as to Generic Clalms
Exzceptions and Practice Relative to Chemical
Cases
Who May Make Afidavit
Patent Clalming Same Invention
Afidavit Under Rule 131 Must Be Removed
Before Interference

715.01(c)

715.02
715.03

715.04
715.056
715.06




715 tmm mmoalmn of: Ekhibita
715.08 . Passed Upon By Primary Examiuer:
715.09° Secasonable Presentation
718  Adsvite Traversing ReMm Rale 132
717 Fiie Wrapper
TITOL ;- Papers in File (Wrappes . Gy
TI7T01¢a} - Arrapgement of Papem in Fﬂe Wupper
717.01(b) Prints , :
T17.02: Bate Entered on U2 W:&mr Lol
717.02¢(a) - Statutory Period ‘Ends. Oa Sunday Qr. Hou-
SRR 7.1 SENETRTYS e
hame or Resldenee of Zmrentor or Title
Classiﬁeatlon Durmg Exammatlon
Index of Claims.,: .~ .-
" Field of Search . ¢
Foreign Filing Dates. .. .
Related. Applications ..

Slamm:'y Anthonty for Examina-

tion

35 . 80‘ 13%L. The Gommissﬁumm cauwan 2%~
amination to be made of the amﬂimtim and tha slleged
new invention ; and if on such examisation it appears
that the applicant ia-entitled to & patént under the law,
the Commissioner shall isaue a patent therefor

The main eondxtxons precedent to the gmnt
of a atent to an a%ghcant are set forth in
35 U.S.C. 101, 102, 1 |

T17.02(b)
717.68
717.04
717.05

717.06 -
T17.07

701

702 Requisites of the Apphcation

The Examiner should be careful to see that
the application meets all the requisites set
forth in Chapter 600 both as to formal matters
and as to the completeness and clarity of the
disclosure. If all of the requisites are not
met, applicant may be called upon for neces-
sary amendments. Such amendments, how-
ever, must not include new matter.

702.01 Obviously Informal Cases

When an application is reached for its first
action and it is then discovered to be imprac-
tical to give a complete action on the merits
because of the paucity of disclosure, the fol-
lowing procedure may be followed: (1) A
reasonable search should be made of the in-
vention so far as it can be understood from the
disclosure, objects of invention and claims and
any apparently pertinent art cited: (2) Infor-
malities noted by Application Branch and de-
ficiencies in the drawing should be pointed out

Apphcants should make every. offort to. fwéiaw
U.S. practices and terminology when pre
a case for filing. If this has not been mg, a
prompt amendment should be made, aveiding
the introduction of new matter, but puttmg the
case in proper form.

For the procedure to be followed when anlv
thel dr%wmg is mform&l seebOB 02(a) :;nd

703 “General Informann gqncgrnmg
- Patents”’ Sent Inﬁzu&of 'Rulcs of
Praetiee?’é S

The pamphle ,,f,fﬁ‘;eneml anom:.atlon Con-
cerning Patents” may be sent to an 2 plicant
handling his own: case when the Examiner

deems it u.dvxsable o

704- « Search

After reading the spemﬁcatxon and claims,
the Examiner searches the prior art.

‘The  subject of searc m is more fu113
treated in Chapter 800 %ee 904 through
904.02. The mventxon should be thoroughly
understood before a search is undertal en
However, informal cases, or those which can
only be imperfectly understood when they
come up for action in their regular turn are
also given a search, in order to aveid piece-
meal prosecutlon

anows Emmm’s SeArcn

When an examiner is a.sslgned to act oh an
application which has received one or more ac-
tions by some other examiner, full faith and
credit should be given to the search and action
of the previous examiner unless there is a clear
error in the previous action or knowledge of
other prior art. In general the second Emm-
iner should not take an entirely new a
proach to the ease or attempt to reorient the
point of view of the previous Examiner, or
make a new search in the mere hope of ﬁndmg
something. See717.05.

Rev. 14, Oect. 1967



fication of théﬁupgeﬁestion;in the first group, |
spplication may be referred to the other group
or groups concerned for a report as to the pat-
entability of certain designated claims. ‘This
et will be known as & Patentability %ﬂ;
(P.R.) and will be signed by the Primary Ex-

saminer in the reporting group. ;
The report, i?‘ legibiy‘ written, need not be
ey oLl . Lo . . o :
.aote that the Patentability Report practice

is suspended, except in extraordinary circum-
stances, See 705.01(e). B

705.01 Instructions re Patenmbiﬁty
Reports | '

“'In the prosectition of an a giliciition under
conditions authorized in the Notice'6f Novem-
ber 10, 1948, relating to Patentah‘l‘lit{;?eports,
the foilowing procedure should be observed
When an application comes up for any ‘ac-
tion and the Primary Examiners involved
that a Patentability Report is necessary,
the application will be forwarded to the proper
group with a memorandum attached, for in-
stance, For Patentability Report froth Group
________ as to Claims ________.

705.01(a) Nature of P.R., Its Use and
Disposal

The Primary Examiner in the group from
which the Patentability Report is requested, if
he approves the request, will direct the prepa-
ration of the Patentability Report. This Pat-
entability Report will be written or typed on a
memorandum form and will include the cita-
tion of all pertinent references and a complete
action on all elaims involved. The field of
search covered should be endorsed on the file
wrapper by the Examiner making the report.
When an Examiner to whom a case has {’)een
forwarded for a Patentability Report is of the
opinion that final action is in order as to the
referred clnims, ke should so state. The Pat-
entability Report when signed by the Primary
Examiner in the reporting group will be re-
turned to the group to which the applieation is
regularly assigned.

The Fxaminer preparing the Patentability
Report will be entitled to receive an explana-

Hev. 14, July 1467

DisscreeMENT A8 T0 CLASSIFIOATION

Conlict of opinion as to classifieation may
be reférred to an Examiner of Classification
for decision. R

If the Primary Examiner in the %']m‘up
having jurisdiction of the case agrees with the
Patentability Report, he should incorporate the
substance thereof in his action, which action
will be complete as to ol claime. The Pat-
entability Report in such a case will not be
given a paper number but will be allowed to
remain in the file until the ‘case is finally dis-
posed of by allowance or abandonment, at
which time it should be removed, =

- DisserEEMENT 0% PaTenrapmiry Reposr '

If the Primary Examiner does not agree
with the Patentability Report: or any portion
thereof, he may consult with the Primary Ex-
aminer responsible for the report. If agree-
ment as to the resulting action cannot be
reached, the Primary Examiner having juris-
diction of the case need not rely on the Pat-
entability Report but may make his own action
on the referred claims, in which case the Pat-
entability Report should be removed from the

file. , , ;
ArrearL TagREN

When an appeal is taken from the rejection
of claims, all of which are examinable in the
group preparing a Patentability Report, and
the application is otherwise allowable, formal
transfer of the case to said group should be
made for the purpose of appeal only. The
receiving group will take jurisdiction of the
application and prepare the examiner’s answer.
At the time of allowance, the application may
be sent to issue by said group with its clas-
sification determined by the controlling claims
remaining in the case.

705.01(b) Sequence of Examination

In the event that the Primary Examiners
concerned in a P.R. case cannot agree as to the
order of examination by their groups, the
Primary Examiner having jurisdiction of the
case will direct that a complete search be made




PR [R-==16]

iarwsxdmgofthea lmnuonforal’ab-
;- i8 notl:;g bs tmmd 28 &

it i5 Dot counted sither 85 & mﬂ*
by transfer.  Credit, however, is given for tho

tlmespent. Seol?
A box onmhﬁlemppe

headed “P.B. )+ S ” and the namber of
themfronpmakmgtheP.R is entered in

Tlm dste status of the apphcahon in the
reporting group will be determined on the
basis_of the dates in the group of original
]unsdlctmn. To insure orderly grw in the
reported dates, s timely er should be

furnished to the group making the P.R.
705.01 (d) anhcate Prints of Draw-
ings

In Paientablhty Beport cases hzmng draw-
ings, the examiner to whom the case is as-
signed will furnish to the group to which the
case is referred, prints of such sheets of the

drawings es are applicable, for interference
sesrch o Tgat this has been done may

be indicated by a pencil notation on the file

V&en g case that bas Imfd Patentabx%:g) Re-
1t prosecution is CP’ 18Sue or mes
ggm on NMIF?%ON of this fact will
AT ON iven by the up having

jurisdiction of the case to eae fmng that
submitted 2 P.R. The Examiner o such

reporting group will note the date of allow-
ance or abandonment on his duplicate set of
prints. At such time as thess prints become
of no value to the reporting group, they may
be destroyed.

705.01 (e) Lixilitation as to Use [R-
16
The sbove outlined Patentability Report

practice is not obligato rf and should be_re-
sorted to only where it will save total examiner

70501(@) Colmtlng and Beeordmg

ty «;f'; ‘ spamlisw M character of

invvanﬁon troat tﬁa clsims éjmw& to
their specialty, However, in many instances 8
aingla ezaminer can give a complete examing-
tion of ss good quality on all claime, end in
less total examiner time than would be con-
sumed by the uss of the Patentability Report
practice.

Where olaims are directed to the same char-
scter of invention but differ in scope only,
prosecation by Puten&abihty l%epm 1 m

p ,

xempimy sitnations where
Femmoﬁmnlynot,pmp@rmanﬁ-
ows:

(1) Where the clsims ere related s s manu-

process and a product defined by the
process of manufecture, The examiner having
jurisdiction of the process can ususlly give &
complete, sdequate examination in less totel
examiner time than would be consumed by the
use of a Patentability Report. :

(2) Wh»mthedmmsmmhmdmapmd
uct and a process which involves merely the
fact thet e product having certain characteris-
tics is made. The examiner having jurisdic-
tion of thwroduct can usually make a com-
plete and ate examination.

(3) Where the claims are related as & com-
bination distinguished solely by the charac-
teristics of s subcombxmtmn and such sub-
combination ?er The examiner having
jurisdiction orf the subcombination can
make a complete and adequate examinntion.

Because of the high percenm of new ex-
aminers, situations uent dy anse where the
Patentability Report would of necessity be
made by an axammer who knows leas about the
art than the examiner secking the Patentabil-
1&{ g Then there are also situations

ere the examiner seeking the report is suffi-
ciently qualified to search the art imseld.,

In view of these conditions which are ex-

to prevail for some time to come, it is
olt to be in the best interests of the Of-
fice to suspend the present Patentability Re-
port practice. Where it can be shown, however,
that a Patentebility Report will save total
examiner time, exceptions may be permitted
with the approval of the up Manager
of the group to which the application is se-

Bev, 18, Apr. 1008




706 ' Refoction of Claims  [B-16] -

Al this part of the Mauual explams

the: in refecting claims, the Examiner
dmmﬁd DEVEFr OV :the -irg .of his
role in allmomg cla.lms wlnch pmperly deha
tha invention. -

" Pule 108: R0 oj'daﬁu mﬂmmm-i
is not considered pambahle,ormtmsmered patmu»
ble’ 88 eliimed; theaam,orthmmm unpat~
mmbwwm(wrejm&

by mwmgcmmsmmummwm
wanto!mvmﬁm &emmwmmmmm¢
mnceaathlscammud. anarmemwmmex
orshmwdescdbminveuﬂommmmtcwmeﬁ
by the applicant, the paruculurpmmm on wast be
dm:md a8’ neuly as practiczble. - The pertinénce
of ‘each veferencs,’ itnotobvious,mmtbeclmly x-
plaimedandaad:reﬂected cla!mapu:ﬂad.

The stendards of patentabﬂlty applied in the
examination of claims must” be the same
throughout the Office. In every art, whether it
be considered “complex,” “newly veloped,”
“crowded,” or “competmve, 2ll of the require-
ments for patentability (e.g., novelty, useful-
ness and unobviousness, as provided in 35 U.S.C.
101, 102, and 108) must be met before a claim is
allowed, The mere fact that s claim recites in
detail all of the features of an invention (ie., is
2 “picture” claim) is never, in itself, ]ustlﬁcar
tion for the allowance of such a claim.

-When' an a.pphmtmn discloses - patentable
gubject matter and it is apparent from the
claims and the Applicant’s arguments that the
claims are intended to be divected to such pat-
entable’ subject matter, but the claims in their

form cannot be allowed because of de-

ects in form or omission of a limitation, the

Examiner should not stop with a bare objec-

tion or rejection of the claims. The Exam-

iner’s action should be comstructive in nature

and when posible he should offer a definite
suggestion for correction.

Bev, 16, Ape, 1908

1csumémm 'm
m':mmm. b

hy applicant! émhﬂﬁ?) ﬁm mﬁm&i&m will
bereeumlnedandmutdemd.andtheappﬂcantwm
mmzrwmmwmmmmm
Wmamwmmmmméﬁm
examination:’ Awumwmmmmchmm
ummmmmmmmwmm@im wltlta-
withioiit amendment, bot any amendments aftes’ the
second Office’ getioa wmuast Mm:rﬁybs pestricted to
therdecﬂonortotheomemqmrmwm
and the appucationwmheam eams!demﬁ,mnémm

$ mmmmm:mmmagm
mwm .

1

106 01 Contmsted Wnﬂn %Mon

' The refnsai to grant clsims becauie the suh~
me‘ matter us claimed is considered: nnpatenh—
ble iz ¢alled & “rejection.” 'The term “rej
must be ‘applied’ to such claims in the Exam-
iner’s letter. If the form of the claim (as dls-

ed from ite sabstanes) is inipro

“objection” is made. The. pmctical di erenca
between a rejection and an objection is that &

jection, involving the merits of the claim, is

subject to review by the Board of Appeﬁls,
while an objection, if persisted in, ms
reviewed only by way o petition to tha goan
missioner.,

An example of o matter of form 28 to wlueh
objection is made is dependency of a clsimon s
rejected claim, if the dependent claim is Ot,hnr-
wise allowable. See 608.01 (n)

706.02 Re]jectmn on Prnm' Am [R-
16 :

By far the most frequent ground of rejection
is on the ground of un tability in view of
the prior art, that is, the claumed matter
is either not movel under 35 U.S.C. 102, or else
it is obvious under 35 U.8.C. 108, The lan-
guage to be used in m}ed;mg claims should be
unequivocal. . See 707.07

Prior art rejections she omima.rl be con-
fined strictly to t%xegast avmla;b‘ie(ai!)t hExm
tions may properly made, e.g. whero
propriety of a 36 U.S.C. 102 mejection de
on @ particular interpretation of & claim; (2)




EXAMINATION OF APPLICATION

where & _claim is met only in terms by a refer-
ence which does not the inventive con-
mlved; or (8) whese the most 4
re seeans likely to be antedsted by & Rule
131 affidavit. Such rejections should be backed
g? by the best other art rejections available.

em{ cumulative rejections; ie,, those which
would clearly fall if the primt;.y rejection were
not sustained, should be aveid .

A US. t may be s reference against an
application even though the patent date is af-

706.02

ter the filing date of the application, pro-
vided thst eﬁlin%dmteo the patent ia
¥r19r to the filing date of the application.
t is proper to use such s patent as s basic

or an auxiliary reference and such patents
may be used together as basie and suxiliary ref-
erences, This doctrine srose in Alewander Mil-
burn Co. v. Davis-Bowrnenville Co., 1926 C.D.
303; 344 O.G. 817; and was enacted into law
by 35 US.C. 102 (?. It was held appli-
le to rejections under 35 U.S.C. 103 by the

6.1 Bev. 18, Apr. 1088



Things believed to be known to those skilled
in the art are often asserted by the Examiner
to be “well known” or “matters of common
knowledge”. If justified, the Examiner should
not be obliged to spend time to produce docu-
mentary proof. If the knowledge is of such
notorious character that judicial notice can be
taken, it is sufficient so to state. In re Mal-
colm, 1942 C.D. 589; 543 O.G. 440. If the ap-
plicant traverses such an assertion the Exam-
iner should cite a reference in support of his
Failure of the applicant to seasonably chal-
lenge such sssertions establishes them as ad-
mitted prior art. See In re Gunther, 1942 C.D.
332; 538 O.G. 744; In re Chevenard, 1944 C.D.
141; 500 Q.G. 196. This applies also to asser-
tions of the Beard. In re Selmi, 1946 C.D.
525; 591 O.G. 160; In re Fischer, 1942 C.D.

295; 538 O.G. 503. :

706.03 Rejections Not Based on Prior
Art ,

The primary object of the examination of an
application is to determine whether or not the
claims define a patentable advance over the
prior art. In too many instances this consid-
eration is relegated to a secondary position,
while undue emphasis is given to technical re-
jections. Where a major technical rejection
is proper (e.g. aggregation, lack of proper dis-
closure, undue breadth) such rejection should
be stated with a full development of the rea-
sons rather than by a mere conclusion coupled
with some stereotyped expression.

Certain technical rejections (e.g. negative
limitations, indefiniteness) should not be made
where the Examiner recognizing the limita-
ticns of the English language, is not aware of
an improved mode of definition.

Rejections not based on prior art are ex-
plained in 706.03(a) to 706.03(y). IF THE
ITALICIZED LANGUAGE 1IN THESE

~ rejected as nof

a7

Patents are not granted for all new and use-
ful inventions and discoveries.. The subject
matter of the invention or discovery must come
within the boundaries set forth by 35 US.C
101, which permits patents to be granted only
for “any new and wusefal process, machine,
manufacture, or composition of matter, or an
new and useful improvement thereof. '

The term “process” ss defined in 35 U.S.C.
100, means process, art or method, and includes
2 new usge 'of a known process, machine, manu-
facture, composition of matter, or material.

Judieial decisions, have determined the lim-
its of the statutory classes. Examples of sub-
ject matter not patentable under the Statute
follow: -~ e f

For example, a mere arrangement of printed
matter, though seemingly a “manufacture,” is
being within the statutory
classes. S = : -

Narorarry OCCURRING ARTICLE

Similarly, a thing occurring in nature, which
is substantially unaltered, is not & “manufac-
ture.” A shrimp with the head and digestive

tract removed is an example. Ex parte Gray-
son, 51 USPQ 413.

MerHop oF Doine BusINEss

Though seemingly within the category of a
process or method, the law is settled that a
method of doing business can be rejected as not
being within the statutory classes. Hotel Se-
curity Checking Co. v. Lorraine Co., 160 Fed.
467. '

ScienTiFic PRINCIPLE

A scientific principle, divorced from any
tangible structure, can be rejected as not
within the statutory classes. O’Reilly v. Morse,
13 Howard 62.

This subject matter is further limited by the
Atomic Energy Act explained in 708.03(b).

Rev. 12, Apr. 1967

706.03(a) Nonstatutory Subject Mat.



k tEen or dtscovery whlch is useful solely in ihe utﬂlza-

tion of special nuclear materhl or atomic energy in
&2 gtomic weapon. :

The terms "atom!c m” and ‘speeial nmclm
mul”aredeﬂnedmmuofthent (42'0.8.0.
2074). o

Saetim 151(¢) and mw (42 U.S.O. 2181c :nd d)
set up categories of pending a;mllcatlona relating to
atomic energy that must be breught -to the attention
of the U.S, Atomic Energy Commission. Under Rule
14(e), applications for patents which discicse or which
eppear to disclose, or whichk purport to disclose, inven-
tisme or discoveries relating to atomic energy are re-
ported to the Atomie Energy Commission end the Com-
mission will be given aceess to such applications, but
emch reporting does pot constitute & determination that
the subject matter of each application so reported is in
fact useful or an invention or discovery or that such
application in fact discloses subject matter in cate-
gories specified by the Atomie ha‘gy Act.

" Applications MUST be inspected promptly
when received to determine those which appear
to relate to atomic energy and those so related
MUST BE PROMPTLY FORWARDED to
the Patent Security Division for processing
under Rule 14(c), in order for the Commis-
sioner to fulfill his responsibilities under Sec
tion 151(d) of the Act.

All rejections based upon Sections 151(a)
and 155 of the Atomic Energy Act MUST be
made only by Divisions 10, 44 and 46.

706.03(c¢) Functional

See Ex parte Ball et al., 1953 C.D. 4; 675
O.G. 5 In re Arbeit et al., 1953 C.D. 409
677 O.G. 843 and Ex parte Stanley, 121 USPQ
621.

Section 112 of the Patent Act of 1952 con-
sists of three paragraphs, which read as fol-
lows:

The specification shall contain a written description
of the invention, and of the manner and process of
meaking and using It, in such full, ciear, concise, and
exact terms as to enable any person skilled in the art
to whieh it pertaing, or with which it iz moat nearly
connected, to make and use the same, and shall set
forth the best mode contemplated by the inventor of
carrying out his invention.

Rev. 7, Jan, 1968
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incorporated by dopenden

An clement in & clalm for a combination mey be
mmmduamm«mformﬂmmnxawm
futiction without the recitai of struéture, midterial; oF
acts in support thereof, andl such dlaim shall be con-
sirued to cover the corvesponding structure, material
or fetn dmﬂbed ln the Mﬁmﬁm and equlvﬂmts
thereof.

ngmph 3 of m 112 hss the affect of

minbmn% the rejection of & claim for & com-
gmm elements {or steps) on the ground
that the claim from the prior art
salelymanelemem {or. step) defined as.a
“means” (or “step”). coupled thh 8 statement
of function. . Howmr provision of para-
graph 3 must always be consndered as subordi-
nate to the provision qi paragmph 2 that the

claim tﬁartlcularly t out and distinctl
e subject matter. If & claim be foun
to eontam Ia \ ‘by paragraph 3

such claim should alwfy% be tested additionally
for compliance with paragraph 2 and if it fails
to comply with the requirements of paragraph
2, the claim should be so re;ected and the rea-
sons fully stated.

‘Paragraph 8 of section 112 makes no change
in the established practice of rejecting claims
as fmwtzomzl in situations such as the fol-
lo

1. A claim- which contains functional lan-
guage not supported by recitation in the claim
of sufficient structure to warrant the presence
of the functional language in the claim. An
example of a claim of this character may be
found in In re Fuller, 1929 C.D. 172; 388 O.G.
279. The claim reads:

A woolen cloth having a tendency to wear
rough rather then smooth.

2. A claim which recites only « single means
and thus encompasses all possible means for
performing a desired function. For an ex-
ample, ses the following claim in Ex parte
Bullock, 1807 C.D. 95: 127 O.G. 1580:

In a device of the class described, means for
transferring clothes-carrying rods from one
position and depositing them on a suitable

sapport.

706.03(d) Vague and Indefinite

When the Examiner is satisfied that patenta-
ble novelty is disclosed and it is apparent to




(mmd the aptnem of wmvm
mp% "the clahn langus

not 88 uﬂm
The- tﬂmtach«mmbmd
emnly;uﬂiytmeeﬁmonthagrounﬁ&t

gﬁﬂ] bs drawn as bmdly 28 permi%
rior art. -

rejection of 8 claxm as # mmld
appear to present no difficulties. mm,
however, a great deal of effort is required to
explsin just what is wrong with the clsim,
when writing the Examiner’s letter. Although
cooperation with the attorney is to be com-
mended, undue time should not be spent trying
boguemwhatthaattaneymtrymgtosaym
the claim. - , & Tejection as indefinite
plustheu;waxmttbxtammhnemmn
ingless is sufficient. 'The Egaminer’s action
should be constructive in nature and when pos-
sible he should ‘offer a definite su for
correction. Inclusion of a negative limitation,
such a8 & “metal; excepting nickel”, may’ nmke

a claim indefinite ressions such as:
hydrous”, “oolorless and “non-poisonous” have
been allowed. They can be de and are by

far the least cumbersome way to express the
lmtatxon The mere inclusion of reference
numerals in a claim otherwise aflowable is not
a ground for rejection. But see Ex parte Os-
borne, 1900 C.D. 137; 92 O.G. 1797.

Alternative expressmns such as “brake or
locking device” may make a claim indefinite if
the hmltatlon covers two different elements.
If two valent parts are referred to such as
“rods or rs” the alternative expression may
be considered proper.

Still another way in which a claim can be in-
deﬁmte is where a non sequitur occurs. For

le, & claim is inferential and therefore

md ite when it recites “said lever” and there
was no earlier reference or no anfece
the claim to a lever. An indirect szztatwn
also affords a ground of rejection as indefinite.
If a “lever” is set forth and, later in the claim,
“anid aluminum lever” is reclted, the claim is
rejected as indefinite. [R~16]

706.03(e) Product by Process

An article which cannot be deseribed in any
other mmmer may be claimed by a process of
- Tn 1o Moeller, 1941°C.D, 316, 527

0.G. 559 Apphcant must, however, make 8

tween the &ge roducts pm&um& the
recited in.
gg& by Pmoau Ghm” {Wolﬁa} % J. P().S.

706.03( f ) Inwmplete

A claim can be m)ectad 88 mcmpkte if 1(:
omits ‘essential :elements,: siéps or: necessary
structural cooperative relationship of elementa,
such ommission amounting to & grp between the
elements, steps or necessary structural connec-
tions. Greater latitude is permissible with re-
spect to the definition in a claim of matters not
essential to novelty or qpembﬂtty ‘than with

respect 0 matters essential thereto. See ﬁlso

708.08(d). T
706 03(g) Prolix

Claims are m]ected iz when they con-
tain 1 recitations of umimportent details

which hide or obscure the invention. Ex parte
Iagan, 1811 CD. 10; 162 O.G. 538, expresses
the thought that very long detailed claims set-
ting fort elements that invention can-
not poss1bly resx e in the combination should
be rejected as prolix. See also In re Ludwick,
1925 CD 806; 339 O.G. 393.

706.03(h) Nojnstammry Claim ([R-
16

Some applications when filed contsin an om-
nibus claim such as “A device substantially as
shewn and described.”

Such a claim can be rejected a&s fallows

Claim ... is rejected for fai to par-
ticularly point out and distinctly claim the
invention as required in 85 U.S.C. 112.

For cancellation of such a claim by Examin-
er’s Amendment, see 1302.04(b).

706.03(i) Aggregation

Rejections on the ground of agmyatm
should be based upon a lack of cooperation
tween the elements of the claim. M
sions and soms legal writers extend tlw tarm
to include old and exhsusted combinations
(708.08(j)). Confusion as to what is meent

Bevw. 18, Apr. 1088



either is & claim necessar-
y aggregative merely:bacouse eleménts’ which
do cooperate are set forth in specific detail.

7‘06"3(1) 0’*‘ G“’“""’“""" f‘*“lél

combinsation.

The rejection on the ground of old combs
(’ Ay VeRLAR i Qﬂﬂll .

gation. . The reference (not s comhination, of
peferences, of course). is cited, not to sntici-
pate the claim, but to enticipate the broad
fﬁglbination get fortéx in the ctlgém. ggom

cooperation and result. between. th
ments 1111)e the reference ﬂ:’iis’f: be th”e“é;a'lﬁq as it

iSK ﬂ;mcl_ﬂm R T TSRS R
- A rejection on the ground of old combination.

should. be madewhwerﬁge . .. Whether
subcombination clgims have been presented. or
allowed in the same application, or- whether
other for rejection of the combination

claims exist, are not determinative of the pro-
priety of this rejection. - The rejection is proper

when a single reference discloses broadly a com-
bination og the same elements functionally co-
operating in substsuntially the same manner to
produce substantially the same results as that
of the claimed combination. Ez parte Silver-
stein, 125 U.S.P.Q. 238 (Bd. App.). The fact
that an spplicant has improved one element of
a combination which may be per s¢ patentable
does not entitle him to & claim to the improved
element, in combination with old elements where
the elements perform no new function in the
glaéimed combmation. In re Hall, 41 C.C.P.A.
%9, HOLIALLO

Example: An improved (specifically recited)
carburetor claimed in combination with a gr

line engine. A reference is cited which shows
a carburetor combined with a gasoline engine.
This shows the broad combination to be old.
Both in the reference and in the claimed com-
bination, the tion hetween the earbu-
retor and engine is the same and the end result
is the same.” The claimed combination is an
improvement over the prior art only hecause
of the improved carburetor. The carburetor

Rew, 16, Ape, 1968

G188 (Falure to poiat o

1 y: the.action of the combinstion:! A sug-
106~

tion rejection is as followes i v ol o

- SClazm -1 38 vejetted under 85 17.8.C, 112 as
being drawn to the old combination: of a bell,
& battery dnd.a switch ‘connected in series by
wire .condmctors.. This combination is shown
to be old. by the patent to Jones which discloses
broadly the seme elements funtionally inter-
related in the same manner to produce substan-
tially the same results. The eombination of
setting forth a specific. construgtion. of the bat-
tery itself. . Since: the, latter doss not. modify
claim in any material manner, nonew gombing.
tion is geen to exish. - I e Hall, 100 U.SP.Q.
465 41 C.C.P.A. 7691208 F. 24 870; 680 Q.G. 6.1

706.03(k) Duplicats Claims; Double

_ Inasmauch es 8 patent is supposed to be lim-
ited to only one invention or, at most, several
losely related indivisible inventions, limiting
an application to a single claim, or a single
claim to each of the related inventions might
appear to he logical as well as convenient.
owever, court decisions have confirmed ap-
plicant’s right to restate (i.e., by plural claim-
ing) his invention in a reasonable number of
waye. Indeed, & mere difference in scope be-
tween claims has been held to be enough.
Nevertheless, when two claims in an_appli-
cation are dx:ﬁlicabes,. or else are so close in
content that they both cover the same thing,
despite a slight difference in werding, it is
proper after sllowing one claim to reject the
other as being a substantial vdug}l;cate of the
allowed claim. Also, it is possible to reject
one claim on an allowed claim if they differ
only by subject matter old in the art. The lat-
ter ground of rejection is set forth in the fol-
lo paragmgh oted from Ex parte
Whitelaw, 1916 C.D. 18; 219 O.G. 1287:
“Claim 54 is not patentable over claim 51
and claims 58, 556 and 86 are not patentable
over claim 50 in view of Comstock, No. 590,857,
which shows that it is old to employ an enFme-
casing in tools of this character. The clsims
held patentable sre considered as fully cover-
ing applicant’s invention, sand applicant can-




Eish ﬂwrul inmtion indn

10 newW
ﬁngl)k Ty :fm wggr
is & are

chmminthasp v
Slmnmsmhtadw tgxmﬁbo%mas
follows:

or more agxphcatmns by Mm ¥s, and
th a,pghcatzoms contain conflicting claims, see
b

DovusrLr Parextixeg

Where there are conflicting claims in differ-
ent_applications of the sams inventor, one of
which is assigned, ses 804.

701

EXAMINATION OF APPLICATION

706.03 (k)

Where the same inventor has two or more
app}mmﬁm for species or for relsted inven-
tions, sse Chapter 800, particularly Sasctions
804-804.02, 806.04(h), 822 and 822,01 for dou-
ble tmg re}ectmm of inventions not pat-
table over each other

Arriycarion Fien Uwoer 86 US.C. 1821

The Commissioner has determined that un-
der 886 U.S.C. 121, the Patent Office cannot re-
ject a divisional apphcatlon on the parent pat-
ent if the divisional application is filed as &
result of a requirement for restriction made by
the Office even though the requirement for re-
striction relates to species. In re Joyce, 1958
C.D. 2; 7127 0.G. 4 See also In re Herrick of
al., 1868 C.D. 1; 727 0.G. 4 whers the Com-

Bev. 16, Apr. 1068



 Rule 15(d); More thas ose cisim may be preseated,

"An unressonsble number of claims; that is
unressonable in view of the nature and gcope
of applicant’s invention and the gtate of the
art, affords a_basis for & rejection on th

3

ground of multiplicity. A rejection on this
und should include a1l ths claims in the case

goasxnuc,h as it relates to confusion of the issue.
To avoid the poseibility that an apglication

which has been ﬂwted on thegoun of un-
due multiplicity of claims may be appealed to
the Board of Appeals prior to an examination
on the merits of at least some of the claims
prosented, the Examiner should, at the time of
making the rejection on the ground of multi-
plicity of claims, specify the number of claims
which in his judgment is sufficient to prop-
erly define Applicant’s invention and require
the A %licant,—to gelect certain claims, not to
exceed the number specified, for examination on
the merits.  The i d be reason-
able in setting the number ¢o afford the Appli-
cant some latitude in claiming his invention.

If a rejection on multiplicity is in order the
examiner shonld make s telephone call explain-
i{:ﬁ that the claims are unduly mu}tg;li and

1 be rejected on that ground. He should
request selection of a specified number of claims
for purposes of examination. :

If time for considerstion is requested arrange-
ments should be made for a second telephone
call, preferably within three working days.

en claims are selected, a formal multi-

plicity rejection is made, including a complete
record of the telephone interview, followed by

an action on the selected claims. ;
e et e it ety refen

ephone request, a fo: multiplicity rejec-
tionpis made. No reference shoulg be made to
the unsuccessful telephone call.

The Applicant’s response to s formal multi-
plicity rejection of the Examiner, to be com-
plete, must sither:

1. Reduce the number of claims presented to
thoss selected previously by telephone, or if no
previous selection has made to & n
not exceeding the number wciﬁed by the Ex-
aminer in the Office action, thus overcoming
rejection based upon the ground of multiplicity,
or

all claims refained will

rejection and the selected ‘claims only will be
procedure preserves spplicant's right E to have
the rejection on multiplicity reviewed by the
Board of Appeals.

70603(m) . Nonelected Inventions

graph of 821 for the necessity of rejecting

clagims, which stand withdrawn because not
‘on the elected species, where appli-

readsh species,

cant has traversed the Examiner’s holding.
706.03(n) Correspondence of Claim
7 and Disclosare :

specification, clatms and drawing must be amended and
revised when reguired, to correct insccuracies of de-
seription and definition or unnecessary prolixity, and
to serure correspondence between the clatmes, the gpect-
fication and the drawing.

Another category of rejections not based on
the prior srt is based upon the relation of the
rejected claim to the disclosure, In chemical
cases, & claim may be so broad as to not be
supported by disclosure, in which case it is
rejected as unwarranted by the disclosure. If
averments in s claim do not correspond to the
averments or ﬂ?.;sclomrg n% the specification, b:
rejection on ground o mwcum? me;
in] order. It must be k%pt in min tha{ aR
original claim is part of the disclosure snd
might adeguately set forth subject matter
which is completely sbsent from the specifica-
tion. Applicant 75 required in such an in-
stance to edd the subject matter to the specifi-
cation. Whenever an objection or rejection is
made bssed on incomplets disclosure, the Ex-
aminer should in the interest of expeditious
prosecution call attention to Rule 118, If sub-
joct matter capable of illustration is originally
claimed and it is not shown in the drawing, the
claim is not rejected but A&?Mt is required
to add it to the drawing. 608.01(12.

See 706.08(z) for rejections on undue th.

m-mmOM



n the ' hmtmn fol—

amdment theraof the
beont.beﬂerttodmectnewmattat Thepra-
hibition sgainst new matter has been incorpo-
rated into the t statute, rejections
aroebased on 835 U.S.C. 182,

706.03(p) No Utility ' [R-Y6]

A eetxmonthegrmmdafldcknfuﬁhty
mcludesthemm_‘spemﬁ;‘gmmq; 0f mopera

; , 4k 0 , ]
tory basis: for this %mpolﬁcgs U’.SC 101
See60801(p)

706 03(q) Obvmas Metbod [R—-lﬁ]

A proocess which amounts to not more

than an obvious manner of pmdmnﬁhﬁxgartmle
or product is not patentable. An Ap may
invent s new and useful articls of mannfacture.
Once the article is conceived, it often happens
that anyone skilled in the art would at once be
aware of a method of making it. In such a
case, if applicant asserts both article and
method cla; the article claims are allowed
but the method claims may be rejected as being
dmw;; to an obuvious method of making the
artic

While a re]ectxon on this ground does niot re-
quire the citation of art or the allowance of any
claim, it must be apparent to a person ordinar-

ily skilled in the art, without reference to any
method disclosure contained in the application,
how the claimed article was made. It other

the rejection is proper if such a g\arson
would be able, upon the basis of his own knowl-
edge, to perform the claimed method merely
from having the claimed article shown to him
or by being told what i ients it contained.
Note in re Larsen, 49 C.C.P.A. T11; 180 US.-
PQ. 200; 292 F. 2d 531,

706.03(r) Mere Function of Machine
[R-16]
Process or method claims which merelyy define

the function of a machine or apparatus are not
allowsble. A rejection on this ground is proper

Bev. 18, Apr. 1988

T‘he performance of Y
mcesssrﬁihmtedtotgenmoihmds
butmc}u theusw &r}m:a.rtap £
ated by hand. In re Winder 44 ¢ C.P.A 795,
nat’SPQ,ss 241F.24734.

‘2’06 03(s) S:ammry Bar [R-16]

Another categdry of rejections not based on
the prior art finds a basis in some prior act of
applicant, asamsuitofwhch eclmmzs
denied }nm ‘

. A.BANDGI_(MEHT orlmxmme
 Under 35 US‘C!' 102(::), aﬁm&mment of
the “invention” (as distis | from sban-

Oww ann Fomrm Pmm B

88 GB.G. 168. Mﬂouciarpﬂaﬂubﬂﬁw noveliy
and loss of right 06 pefend. Apemnh&llbemuﬂod
tosmteutnnhm»—» » ‘

® -] RN X s e @

(d) the irvemtion was first patemted or caused to
be patented by the applicant or bis legal representatives
or assigns in a foroign country prior to the date of the
spplication for patent in this couniry on an applics-
tion fled more than anmmmmngot
theappﬁ!eaﬁoninthe United Btates.

Norm.-«Sectwn 4(b) of the Act of July 18,
1952, provides

“Section 102(d) of Title 35, uenw&edbymﬂenl
hereof, shall not apply to existing patents xnd potding
applications, but the law previcusly in effect, namely
the first peragreph of B.%. 4887, mnamwm
pateats and applicationa”™

The statutory bar of prior foreign paten
statedmthegstpam;aphoiﬁl‘;g 4887%
been s exp in parsgraph (d) of
Section 102 of the new law. An application
for United States patent filed more than one
year sfter the filing of an application for the
same invention in a f n country #
longer barred unless the foreign patent isseed
before the United States applwatwn is Bled.

The statute above quoted establishes four
conditions which, if all are prescnt, establish &

(]




Examiner, the rejection is made under 35
U.S.C. 102(d) on the ground of statuiory bar.

The new law only applies to applications
filed after January 1,1953.

Sveurssion 10 Lasrary UUNNECESSARY

Such applications [those filed after Janu-
ary 1, lﬂﬁg should not be submitted as a rou-
tine matter to the Library to ascertain if the
foreign epplication has become a patent. Since
the foreign patent to be a bar under 385 U.S.C.
102(d) must have been granted before the filing
e Sy B il ot
orei t ing issued after the dats o
execugtlilon of the original oath and before the
U.S. filing date is so slight as to make such a
search ordinarily unproductive. The practice
with reference to cases filed before January 1,
1953 remains unchanged.

Foeezen Foawe WiTHOUT LICENSE

85 U.8.0. 184. Filing of application in foreign coun-
try. Except when suthorized by a licemse cobtained
from the Commissioner & person shall ot file or cause
or authorize to be filed in any foreign country prior to
gix months sfter filing in the United States an applica-
tion for paient or for the registration of a utllity model,
indusirial deslgn, or model in respect of an invention
msade in this conntry. A license shall not be granted
with respeet to an invention subject to an order isgued
by the Commissioner pursuapt to section 181 of this
title without the concarrence of the head of the depart-
ments and the chief oficers of the sgencies who caused
the order to be ismsned. The license msy be granfed
retroactively where an application has been inadvert-
ently filed abroad and the application does not discloss
an invention within the scope of section 181 of this title.

The term “application” when used In this chapter
inciudes applications and any modifications, amend-
ments, or guppiements thereto, or divisions thereof.

85 U.B.0. 185. Potent barred for filing without Hoense.
Notwithatanding any other provisions of law sny per-
son, and his successors, assigns, or legel representa-
tives, shall not receive 2 United States patent for an

21

or consented to or sssisted another's phaiug;
fots in & foreign country for a patent or for the
-of:the" inventios] A United States

1 g

been filed before the United States application
had been on file for six months, and if the in-
bo shall refer the. ~:,&¥th0&1 to Licensing
and Beview: Section of Group 220, calling at-
tention to the foreign application. Pendi
investigation of the possible violation, the ap-
lication may be returned to the Examining
roup for prosecution on the merits. When #
is otherwise in condition for allowancs, the ap-
plication will be again submitted to Licensi
and Review Section of Group 220 unless the
latter has already reported that the foreigm
ing involves no bar to the United States
&pﬁmamm.
f it should be to take action under
35 U.S.C. 185, Licensing and Review Section of
Group 220 will request transfer of the applica-
tion to it.
OtHeER STaATUTORY BaARS

Further, claims to an invention in public use
or on sale in the United States more than
twelve months before the effective U.S. filing
date are also rejected. 35 U.S.C. 102(b).

706.03(t) Other Assigned Application
[R-16]

As pointed out in 304, assignment of one of
several overlapping applications of the same in-
ventor may give rise to a ground of rejection.
See also 805 and 706.03 (k).

706.03(u) Disclaimer

Claims msay be rejected on the ground that
applicant has disclaimed the subject matter in-
volved. Such disclaimer maly arise, for exam-
ple, from the applicant’s failure:

(a) to make claims suggested for interfer-
ence with another application under Rule 203

(1101.01(m)),

(b) to c:g)ay & claim from a patent when sug-
gested by the Examiner (1101.02(f)), or

(c) to respond or appeal, wi the time
limit fixed, to the Examiner’s rejection of
claims copied from a patent (see Ruls 206(b)
and 1101.02(f)).

Bev. 16, Apr, 1058
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:oe.ns(v) ‘After Interference or»l’uﬁv
ﬁnel’mmding

ing sn mterferenee, see

" For re;eetmna ;
1109 to 1110.

“The outeome of public use meeedm
a!sobethebasmofamjectwn (SeeR ¥

Upon termination of a public use p
incleding & case also involved in mterfmno&,
in order for a. prompt resumption of the inter-
ference & notice should be sent to
the Board of Patent Imterferences notifying
them of the disposition of the pubhc use pro-
ceedings.

72.2

oIy #35
rlier decition was & decis nﬁftglqw ,of

tunely ﬁlmgof sswond a,pphw:mn eo
with an earlier 3Pphcumm does not’ pmc& &
the use of res ju B8'S O ',_’do mjwtaon
for the second upphcstxon siria,

~ When m & rejection on res judicata,
action should ordnmﬁlybemadea!mmﬁxe
baszsofpnorsrt. ‘




atent. . Such claims may
as mi harred by 38 US.C. 28
when the reissue is applied for within two
years, the Examiner doeg not go into the gues-
tion of undue delay.

The same section permits the filing of & re-
issue application by the assignee of the entire
interest only in cases where it does not “enlarge
the scope of the claims of the original patent™.
Such claims which do enlarge the scope may
also be- rejected as barred by the statute.

- A defective reissue oath affords a ground for
rejecting all the claims in the reissue appli-
cation. See 1401.08. . =~ . ..

Note that s reissue application is “special®
and remains so evea if applicant does not make

OWever,

7

& prompt response. N e o :
706-03(y) Improper Markush Group

R |
Ex parte Markush, 1825 C.D. 126; 340 O.G.
839, sanctions, in chemical cases, claiming =
genus expressed as a gmt’ﬂ; consisting of cer-
tain specified materials. is type of claim is
employed when there is no commonly accepted
generic expression which is commensurate in
scope with the field which the applicant de-
sires to cover. Inventions in metallurgy, re-

ries, ceramics, pharmacy, phamwoi

and biology, may be claimed under the Bfar-
kush formula but it has consistently been held
to be improper to extend it to purely mechani-
cal features or process steps. 1t is improper to
use the term “comprising” instead of “consist-
ing of”. Ex parte Dotter, 12 U.S.P.Q. 382
Regarding the normally proixibited inclusion of
Markush claims of varying scope (generic and
subgeneric for example) in the same case, see
Ex parte Burke, 1934 C.D. 5; 441 O.G. 509.

e use of Markush claims of diminighi
should not, in itself, be considered a suffi-
- cient basis for objection to or rejection of clnims.
However, if such a practice renders the claims
indefinite or if it resuits in undue multiplicity,
an sppropriate rejection should be made. This
practice with respect to Markush claims of

diminishing scope is being continued.

The materials set forth in the Markush group
ordinarily must belong to a recognized physi-

$25-634 G -68 - 2

78

a whole, and does not depend on- _
= comumunity of properties in the members
the Markush sxpression..

or alte: vely. Swher ;
is & material se from the group consisting

of A, B,Cand D" is a proper limrtation then
“wherein R'is'A, B, C or D” shall 6 Con-
sidered proper. o

A rejection of s Markush type claim based
on any of the grounds pointed out above relates
to the merits and is appealable. ‘

- Susaexuvs Crars

A situstion may occur in which a patentes
has presented & number of examples which, in
the examiner’s opinion, are sufficiently repre-
sentative to support a generic claim and yet a
court may subsequently hold the claim invalid
on the ground of undue breadth. Where this
happens the patentee is often limited to species
claims which may not provide him with suit-
able protection.

The allowance of a Markush type claim under
a true genus claim would appear to be bene-
ficial to the applicent without imposing any
undue burden on the Patent Office or in any ws
detracting from the ri%hts of the public. Suc
s subgenus clasim would ensble applicant
to claim all the disclosed operative embodi-
ments and afford him sn intermediate level of
protection in the event the true feuus claims
should be subsequently held invalid.

The examiners are therefore instructed not
to reject & Markush type claim merely becanse
of the presence of a true genus claim embra-
cive thereof.

See also 608.01 (p) and 715.03.

706.03(z) Undue Breadth

In mechanical cases, broad claims may prop-
erly be supported by & single form of an ap-

Bev. 17, July 1088




: gmup _ other appmprlm language, that
the’ cals or chemical combinations in-
the claims are capable of accomplish-
eaxred result ” The article “Bmder

. A chxm noted as allowuhle shall thereafter
be rejected only after the proposed rejection
has been submitted to the Primary Examiner
for considerstion of all the facts and approval
ofthe action.

Great care should be exercised in antuorwzmg
such a rejection. See Ex parte Grier, 1923
C.D. 27; 309 O.G. 223; Ex parte Hay, 1809
C.D. 18; 189 0.G. 197.

- Previouvs Acrion BY DrrrerExtT Examiven

Full faith and credit should be given to the
search and action of a previous examiner un-
less there is a clear error in the previous action
or knowledge of other prior art. In genersal, an
examiner should not take an entirely new ap-
proach or attempt to reorient the point of view
of a previous examiner, or make & new search
in the mere hope of finding something.

Because it is unusual to reject & previously
allowed claim, the Examiner should point out
in his letter that the claim now being rejected
was previously allowed.

706.05 Rejection After Allowance of
Application

See 1308.01 for a rejection based on a refer-
ence.

For rejection of claims in an allowed case
which has failed to make the date of a senior

Hev. 17, July 1568

tlon, the rejectibn or otheér action mey be made final;
whereupon applicant’s response ‘is Hmited to appeal in
the case of rejection of any claims {rule 101) or to
amendment as specified In rule 136 Petition my‘be
taken to the Commissioner in the esse of objections
or reguirementis not involved In the rejection of any
clalm  (rule 181). Response to & final rejection or
ection must Include canceliation of, or appeal from the

rejectior of, each’ clalmwmjactuﬂmd,ifmyclﬂm

gtunds sllowed, eompnnm with m mmimnt or

objection #3 to form. ! :
(b)mmnngmchﬂwmmmmer

, alml repeat or state all giousids of refection then oon-

sidered applicable to the dlaims In the mse, cluu'ty
stating the reasons therefor. ‘

Before final rejection is in order a clear issue
should be developed between the Examiner and
applicant. To bring the prosecution to as
speedy conclision as possible and at the same
time to deal justly by both the applicant and
the public, the invention as disclosed and
claimed should be thoroughly searched in the
first action and the references fully applied;
and in response to this action the applicant
should amend with a view to avoiding all the
grounds of rejection and objection. Switching
from one subject matter to snother in the
claims presented by applicant in successive
amendments, or from one set of references to
another by the Examiner in rejecting in suc-
cessive actions claims of substantislly the same
sabject matter, will alike tend to defeat at-
taining the goal of reaching = clearly defined
issue for an early termination; i.e., either an
allowance of the case or & final rejection.

While the Rules no longer give to an appli-
cant the right to “amend as often as the Ex-
aminer presents new references or reasons for
rejection”, present practice does not sanction
hasty and ill-considered final rejections. The
applicant who is seeking to define his invention
in claims that will give him the pstent protec-
tion to which he is justly entitled should re-
ceive the cooperation of the Examiner to that
end, and not be premsaturely cut off in the




;mm never Jose
M&a& every case the ap ﬁdphm , me(
to s fall and fair h%m that a clear issue
lfpl:mt and Bxaminer should be de-

Primary xaminer, can no lon@r ible, befom appeal iz

?*ﬁn& 2 refuge in the Ruh!s;to“war& off & ﬁnni cuted. ~Hmver it iz to the interest of the
re;actwn. ; appheants as 8 class as well as to that of the

4.1 Rev. 17, July 1948



confer any right on an &

grosmution.a Ex parte

b

Hoogendam,

'u 9%

¥ : 2 it
. SraTeuexy or Grounps

.In making: the final rejection,-all outstand-
ing grounds:'of ‘rejection of record should be
carefully reviewed, and any-such grounds re-
lied on in the final rejection should be reiter-
ated. They must also be clearly developed to
such an extent that applicant may readily juc
the advisability of an appeal unless a previous
(single) Office action contains a complete state-
ment supporting the rejection. .

However, where a single previous Office ac-
tion contains s complete statement of & ground
of rejection, the final rejection may refer to
such a state ‘als0_should include a re-

2l
buttal of ahy arguments raised in the appli-
gun 2 e apple

cant’s response. If appeal is taken in suc
case, the examiner’s answer s ould contain a
complete statement of the examiner’s position.

A summary’ mdi’é‘a’tiﬁig the final disposition
olf each claim is desirable and also a statement
that ik Do TR BT
“The above rejection is made FINAL?”, or
“This is a FINAL rejection”, R

For amendments filed after final rejection,
see 714.12 and 714.18. B

706.07(a) Final Rejection, When
Proper on Second Action

Due to the change in practice as affecting
final rejections, older decisions on questions of
prematureness of final rejection or admission of
subsequent amendments do not necessarily re-
flect present practice. Under procedure which
became effective July 1, 1964, and modified on
September 1, 1966, second actions on the merits
shall be final, except where the examiner intro-
duces a new ground of rejection not necessitated
by amendment of the application by applicant,
e.g., a rejection of any claim not amended by
applicant where that rejection relies on newly
cited art.

See 809.02(a) for actions which indicate
generic claims not allowable.

In the consideration of claims in an amended
case where no attempt is made to point out the
patentable novelty, the Examiner should be on
guard not to allow such claims. See 714.04.
The claims, however, may be finally rejected
if, in the opinion of the Examiner, they are
clearly open to rejection on grounds of record.

BE O of o 08
hag thgg been presented :
tion. . A first: action . final
application which is.a.con
usually not proper
matter incln
- "The period for response set in & first action.
final should correspond to the period that would
have been set had the action been made in the
parent case. e et

earlier app!

Ject

'706.07(c) Final Rejection, Prems-

7

ture :

" Any question as to prematureness of & final
rejection should be raised, if af all, while the
case is still pending before the Primary Exam-
iner. This is purely a question of practice,
wholly. distinct from the tenability of the re-
jection. It may therefore not be advanced as a
ground for appeal, or made the basis of com-
plaint before the Board of Appeals. It is re-
viewable by petition. ,

706.07(d) Final Rejection, With-
- drawal of, Premature
If, on request by applicant for reconsidera-
tion, the Examiner finds the final rejection to
have been premature, he should withdraw the
finality of the rejection. '

706.07(e) Withdrawal of Final Re-
jection, General

See 71412 and 714.13, Amendments after
final rejection. o

Once a final rejection that is not premature
has been entered in a case, however, it should
not be withdrawn at the applicant’s request ex-
cept on the showing of Rule 116. This does
not mean that no further amendment or argu-
ment will be considered. An amendment that
will place the case either in condition for al-
lowance or in better form for appeal may be
admitted. Also, amendments complying with
objections or requirements as to form are to be
permitted after final action in accordance with
Rule 116{(a). While the Office will continue
rigorous enforcement of Rule 116, citation of
new art by the Examiner in n final rejection

Rev. 12, Apr. 1987



A o t;hg-‘B purpose of entering a new
4]
to sttumm%m 8 new reference elther fully

meets at least one claim or mests it exocept for

differences which' amshowntobeeomp y
obvious. ' Normally, ous ' rejection
should be mthdmwn mth mpoet to the claim
or clazms involved.

fpm:ctnc«a should not be used f or apﬂlwa-_

subsidinry referenees; ot of:
memﬁ or of references-which are merel
 considered to be better than thwe of recor

Whena ﬁnﬂ rejectxon i wlthdmm,_

- amendments filed after the ﬁnal re]ectlon are
ordinarily entered ' ‘

707 Exammer 8 Letter or Actmn |

E’ztract from Eule 104. (b) ’l'ho applicnnt wlll be
notified of the examiner’s action. The reasons for any
adverse action or any objection or reguirement will
be stated and such Information or references will be
given as may be useful in alding the applicant to judge
of the propriety of continuing the prosecution of his

application.

707.01 Primary Indicates Action for
New Assistant

After the search has been completed, action
is taken in the light of the references found.
Where the assistant Examiner has been in the
Office but a short time, it is the duty of the
Primary Examiner to go into the case thor-
oughly. The usual procedure iz for the as-
sistant Examiner to explain the invention and
discuss the references which he regards as most

inent. The Primary Examiner may indi-
cate the action to be taken, whether restriction
or election of species is to be required, or
whether the claims are to be considered on
their merits. If action on the merits is to be

Bew. 12, Apr. 1067

on, this practiee is to be limited

Quaylesactions ,
Finalrejections
“Actions on amendmmts submltted after final
regectxon ‘
Examiners answarsonsppeal '
~ Interference declarations or ngodxﬁcaﬂms S

inve vmg copxed patent clazms'

"ctaons?
(1101.0 é Y,
‘_E_Requests or. Junsdxctxon for mterferem:e

__ purposes
*Actions reopening pm&cahon
uests for withdrawal from issue
Rule 312 amendments
Rejection of previously allowed claim
Fmal holding of abandonment for insufficient
response
Actions based on affidavit evidence (Rules 131
" and 132) :
Suspension of examiner’s action
Reissue cases (decision on reissue oath)
Requests for an extension of time

707.02 Actions Which Require the
Attention of the Primary
Examiner

There are some questions which existin pmc
tice requires the Primary Examiner to
sonally responsible for. The following actwns
fall in this category:

Third action on any case (707.02(a)).

Action on a case pending 5 or more years
(707.02(a)).

Final rejection.

Initiating an interference (1101.01(c)).

( f‘;rst request for extension of time (710.02
e

Disposition of an amendment in a case in
interference looking to the formation of an-
other interference involving that application
(1111.05).




Conmdemtmn of the adwsabﬂxty of 2 pat-
entability report (705.01).

Requirements for restriction (803.01).
Withdrawal of final re]eetlon (706.07 (d) and
706.07(e)).

All Examiner’s Answers on appeal (Rnle
193). Note also 1208.01 where a new ground
of rejection or objection is raised, or a new refer-
ence is cited, in the Answer, =

Decision on reissue oath. '

‘Decision on affidavits under Rule 131
(715.08) and under Rule 132(716). .

- Initial review of streamlined contmuatxon

should be ae dmg SoTRe Sen-
cases (201.07). N tence such as “Ame%edment filed (date) hes

For a list of actions that are to be submitted  been received” following the initial semtence.
to the Group Directors, see 1003, 1004, and 1005. It should be noted, however, that in cases filed
[R-17] _ before October 25, 1965 in whlch claims in excess

({4 Bev. 17, July 1968



of a continuation application where references
have been cited during the prosecation of the
parent application, no additionsal citation of the
i necessary. See 1302.12.

stated, and such othet | must be

of the - be involved, the particular pages and
sheets containing the parts relied opon must be identi-
ﬂed. . If printed publications be cited, the author (if
any), title, date, pages or plates, and place of pub-
lication, or place where & copy can be found, shall be
given. When a rejection is based on facts within the
personal knowledge of an employee of the Office, the
data shall be as specific as possible, and the reference
must be supported, when called for by the applicant, by
the affidavit of such employee, and such affdavit shali
be subject to comtradiction or explanation by the affi-
davits of the applicant and other persons.

707.05(a) Copies of Cited References
Provided by Reference Or-
der Center

Copies of cited references (except as noted
below) are automatically furnished without
charge to applicant together with the Office ac-
tion in which they are cited. Copies of the cited
references are also placed in the application file
for use by the Examiner during the prosecution.

Copies of references which are cited at the
time of allowance, in Ex parte Quayle actions,
and by applicant in accordance with 707.05(b)
and 708.02 are not furnished to applicant with
the Office action. Additionally, tl'I:e practice of
furnishing, automatically and without charge,

Bev. 17, July 1968

is furnished by the Reference
R.O.C.) which is in charge of
2%1) dering  copies of the cited U.S. patents;
2) microfilming foreign and other references
supplied by the examiner; (8) mailing the ac-
tion with one copy of each cited reference; and
({}4) promptly 'retumi_ng to thé‘jﬁpgmgriata
roup the foreign and “other references”, and
(5) after mailing, returning to the Group the
ribbon copy of the mailed action h‘:%ﬂmr with
a copy of each reference to be p. in the ap-
pljfatimﬁl& th R ‘.h E
T assist in providing this service, the Ex-
(&) Write the citation. of the references on
3-part form PO-892, “Notice of References
Cited”. (The rest of the action is written as

heretofore.) 7 | S

(b) Place the original copy of PO-892 in the
file m%er and give to the clerk with the com-
pleteld office action for counting and typing as
usual. . ~ -

(c) Write the application serial number on
the plastic index tab of a special folder. Insert
into the folder the two carbon copies of PO-
892 together with any Foreign and Other Ref-
erences cited in the action. (Do not enclose any
U.S. patents.)

(d) Place the folder in the “Out Box for
R.O.C»

Form P(0-892 is completed, and the folder
prepared and forwarded to R.O.C. in all cases
in which a reference is to be provided, regard-
less of the type reference cited. )

Foreign and Other References are copied and
returned to the Art Unit within 48 hours. If
it is not feasible to release such a reference from
the Art Unit, the Examiner should have two
copies made. These copies must be clearly
marked as such. Both copies are inserted into
the folder for forwarding to R.O.C.

If one copy of a reference is to be used for
two or more actions simultaneously, the folders
involved must be fastened together with an
explanatory note on top. ]

If Special Handling is desired, a “special”
sticker should be attached to the top of the
folder.

Jumbo U.S. Patents will be furnished to the
applicant, but will not be placed in the appli-




object, in requesting s citation by the spplicant
or attorney of prior art known to him is to pro-
vide & check on the official search and also to
facilitate such search in that an examiner who
is advised of prior art of a given of perti-
nence before beginning his search not need
to spend time in considering art which is ob-
viously less pertinent, but which he would have
been required to consider:if he were starting
without . such advice. The Patent Office, if it uses
such art, will not rely in any way on the fact that
it was cited by the applicant or attorney, but will
treat it in exactly the same manner as art dis-
covered in the official search. It is definitely to
the applicant’s advantage to have all pertinent
art of record. Any citation should be selective
and should avoid unnecessary duplication or
the inclusion of art of comparstively little
relevance. : , :

‘Prior art cited by applicants, attorneys, or
agents within thirty days of the filing of an
application, or prior to the first Office action,
whichever is later, will be fully considered b
the Examiner, will be part of the official record,
and will be included in the list of references
cited in the patented file and in the printed
patent provided :

(a) the number of references cited is limited
to not more than five separate items, unless a
satisfact explanation is given as to why
more than five citations are necessary ;

79

287-480 G - 66 - 3 |

.

r than patents, the Examiner will ap)
heading entitled “Applicant’s Non-Pat. Cita-
tions” on form P(O-892 ahead of the citation

dm of the publication. In actions where no

N

¢ reliod upo
erence Order Center

R.O.C.) will not

~ furnish copies of any patent gor,which the class

snd “'sabclass - have been  omitted on form
PO-892, or of any publicition cited under the

‘heading “Applicant’s Non-Pat. Citations.”

" References cited by QY,Plicums, attorneys, or
agents under the “special” examining procedure
for certain new applications (Section 708.02)
will be included in the list of references cit
in the patented file and printed patent, ‘
* Where applicant’s submitted citations do not
comply with the sbove procedures, the paper
containing the citations will not be entered in
the file. The Examiner will not notify applicant
of non-compliance. The references will be cited
only if relied upon by the Examiner in his ac-
tion. Applicant will no¢ be permitted to with-
draw the paper containing the improperly sub-
mitted citations from the application file. :
AH references appearing n Office actions will
be listed in the patent under a single heading
entitled “References Cited”. ‘

See 1302.12.
707.05(c) Grouped at Beginning of
, Letter

In citing references for the first time, the
identifying deta of the citation should be
placed on form PO-802 “Notice of References

Bev. 15, Jan. 1068




- In citing U.S. patents an unofficial classifica-
‘tion is enclosed in parentheses, ,for'examgi: s
“(96-24 ¥ Wmm re.only a portion of the
classification is unofficial, it alone is enclosed, as
in the citation 266-41(A) X. At the time of

 tures fxf_gl other pub ca(t)fosx’zs. See 707.05(e).
707.05(d) erence Cited in Subse-

Data Used in-
ences

Rule 107 (707.05 and 901.05(a) ) requires the
Examiner to give certain data when citing ref-
erences. 'The patent number, patent date, name
of the patentee, class and su’l)class (except ap-
plicant submitted citations), and the filing date.
if .§ppropriute, must be Ofiyen in the citation of
U.S. patents. See 901.04 for details concerning
the various series of U.S. patents and how to cite
tham. Note that patents of the X-Series
(dated prior to July 4, 1838) are not to be
cited by number. Some U.S. patents issued in
1861 have two numbers thereon. The larger
number should be cited.

If the patent date of a U.S. patent is after
and the effective filing date of the ¢ is
before the effective U.S, filing date of the ap-
plication, the filing date of the patent must
set forth along with the citation of the patent.
This calls attention to the fact that the par-
ticular patent relied on is a reference because
of its filing date and not its patent date. Simi-
iarly, when the reference is a continuation-in-
part of an earlier-filed application which dis-
closes the enticipatory matter and it is neces-
sary to go back to the earlier filing date, the
fact that the subject matter relied upon was
originally disclosed on that date in the first
application should be stated.

Rev. 15, Jan. 1068

707.05 (e) Citing Refer-

80

ntheticall

allowance, when preparing the list of references
ed by the Exami omltgﬁp&r

rer, the typist
ted clossifieation

In citing foreign patents, the patent number,
citation "‘[jx;;me'o_f; the gg;mt ‘fnamwav‘t%@
P"‘t, Banitted citations), must be gi

In actions where references sre furnished,and .
ﬁ}) Jess than the entire disc: ied ugum
" the shest and page nu § Hy velied
upon and the total

and - pages of - specification ‘must’ be ‘in¢lud
(except spplicant submitted citations) ; (2) the
entire disclosure is relied upon, the total number
of sheets and are not included, and the
appropriste columns on PO-892 are left blank.
- In actions where no references are furnished,
the total number of sheets and p should be
included except for applicant submitted cita-
tions. SR TR R AR R
Publications such as German allowed ap-
plications and Belgian and Netherlands printed
specifications should be similarly handled. ' If
the total number of sheets and pages in an
publication fo be furnished (other than U.S.
patents) exceeds 15, the authorizing 'signa-
ture of the Group Manager on P0O-892 is re-
quired. If the total number exceeds 80, the
signature of the Operation Director is required.
Applicants who desire a copy of the complete
foreign antem or of the portion not “relied on”
must order it in the usual manner. : :
See 901.03(a) for a chart in which foreign
la: terms indicative of foreign patent and
Yub ication dates to be cited are listed. Foreign
anguage terms indicating printed applications,
which are to be cited as publications, are keyed
to footnote (3) of said chart.

PusLicaTioNs

See 7T11.06(a) for citation of abstracts and
abbreviatures. See 201.08(c) for citation of
Alien Property Custodian publications.




8 NU
 gpecific p CITED. If the copy relied
with the SCII ¥ ~ only in the Group muku:ﬁ;hs
ber will suffice. Th numbe -1 mey be no call number), the addriiona. 1 e
“spine” of the if the bool ough  mation, “Copy in Group  ghould be given.

Rev. 15, Jan. 1968
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Patent Law) In En-
-;4;,, byR.E

p.91-06. Ock, 17,1960. TP1I418,
Nou h%m&mmhﬁej&}u&m

Mr,ﬂthezssuen
bera.

iginal pnblmtwn is located‘outmde
Offica, Ennm ahoul
\ st ortion relied

indi 2 clg gubclass in
it will be filed. - ’I’h&sOﬁeemuonMUST

d thmc]assandsubclas,
ntmgntomees anywhem in
the appheutmm file the titles of periodicals are
the sbbrevistions of titles used in
ChemwslAbd;rw(smd tedmthehstof
periodicals sbstracted by Chamml Abstracts

ahonld be ted with the following excep-
tions: (1) tﬁ?hbmvu&xm for the Berichte der
deutschen chemischen -Gesellschaft should be
Ber. Deut. Chem. rather than Ber., and (2)
where 8 coun ﬂh or city of origin is & necessary
part of s complete identification, the country or
city of origin should be added n paxenthesee,
e.g.J. Soc.Ghem.Ind.(Londom)

707.05(f) Effective Dates of Declassi-
ﬁeil Printed Mxner [R-
16

In using declassified material as references
there are ususally twopemnentdatestobecon
mdemd,mmely e printing date and the pub-
lication date. The printing dete in some in-
stances will appear on the material and may be
considered aa at date when the material was
prepared for limited distribution. The publi-
cation date is the date of releass when the ma-
terial was made available to the public.® If

knowl nsof its Pt
such gg:éna‘! 'wias eimm

nn shaolute statutory d its printing
31 beanteda.tedbymaﬁdautunderﬂule
1

‘SeeExpartaHmm%al WU&PQ.&%Q
707 05(3) l’nwrmet ﬁw&m"w /

cant. vered
aminer, applicant is alm notlﬁed and the permd
for response In either case, the Ex
aminer is (hmted to eomwt the error, in mk
in the paper in which the error appears, and
place his initials on the margin of such
tt;gether with a notetion of the paper mum r
the action in which the citation has besn cor-
rectly given. See71006.

Form POL-318 is useei to correct an erro-
neous citation or sn erroneously furnished
reference. Clerical instructions are outlined in
%}éﬂ} (Bg?nual of Clmcsl Procedures, Sec. 410.C

In any case stherwise ready for issue, im
which the erroneous citation has not been for-
mally corrected in an official paper, the Ex-
aminer ig directed to correct the citation on an
Examiner’s Amendmeént form POL-37.

If s FOREIGN patent is incorrectly cited;
for example, the wrong country is indicated
or the country omitted from the citation, the
Geners]l Reference Branch of the Scientific
Library may be helpful. The dste and num-
ber of the patent are often sufficient to debes-
mine the correct country which granted the
patTgnt.

oeormctacltutmn prxmtommlmg,
before or after sending the ¢ action to
Beference Order Cexntw (B.O.C.), see the
Memorandum of March 20, 1967, distributed to

Bav. 18 Ape. 1968



Kl' wh:ch as not’ been. pnbﬁshad but
which is availsble to the ;nbhcmthbpatante&

file shoulcl be caﬁed, as
of A

hshed.
.The ezt&tlon of mannscnpt damszons which

are not available to the public. should be
avoided. . If an Examiner believes that a par-

hcula.r manuseri ft dscision not open to llpnbhc

pection. would be useful, he may, call it to
the attention of the appmpnate Director who
will determine whether steps should be taken
to release it for publication.

When = r’s Onder, Notzce or
Memorandum not yet incorporated into this
manual is cited in any official action, the date of
the order, notice or memorandum should be
given. Vﬁhere riate other data, such as
a cmsueofdﬂ:JowmaéofthePahtfg

Society or Offcial Gazettein w
thssamemybefmd,shouldalsobegwen.

707.07 | cempmnmand,chnty L

Rule 105. Completencss ofwma ‘action. The
examiner’s action will be complete as to all matters,
mmttnmmmm@um
Joinder of invention, fundemental defects in the appil-
cation, and the Hke, the sction of the examiner may be
limited to sach matters before farther action 1= made.
However, matters of foerm need not be raised by the ex-
amineruntﬂaclalmmtound allowable. :

‘Whenever, u gon examination, it is found that
the terms or of modes of characteriza-
tion used to desmbe the invention are not
sufficiently consonant with the art to which the

Bev. 16, Ape 1088

of his speciﬁtmn vmh art-ap

nology before further action i s
A suitable. form for this action is as follows
_“A preliminary examination of ﬂnﬁ apphw

tion indicates that the followin t'ermmélomr

(orﬁ perhworumtsof&t mﬁb)

whie () &t page(s)-

ﬁmtaeu . (are) ‘so_differe) &om

erall aocepwdm the art to which this ipven-
on ms that it is dlﬁcult or imposmbiet

*teranIOgy 50 ,
P“X"‘é’%&“ﬁ%ﬁ“ “&&3’%&%@ Iads 40D
FOR"RESPONSE TO THIS AG“I‘I@‘N 18

SET TO EXPIRE (dste).”

707 mm ‘Complete AehononFormal
Miatters  {R-16]

Fozms are lwed in mformﬁ hcat.xons
hstmg mformg.lm ‘noted by ﬂlea%!:nfemm
(Form PO-948 andthaHmdoeftho ogp
tion Branch (Form PO-152). Each of theee
forms eomprises an original for the file record
and two copies to be mailed to ?ﬁhmt s 8
part of the Examiner’s action. are spe-
cifically referred to asattmhmtaﬁodmletmr
and am marked with its g&pﬁr number,.
every instance where these rmmmbemd
should be mailed with the Examiner’s first
letter, and any additional formal requiremente
which the Examiner desires mmeﬁcmldbe
included in the fires letter, -

When any formal reqmmmnt is made in an
Esxaminer’s action, that action should, in all
cases where it indicates allowable subject ndt-
ter, call sttention to Rulé 111(b) and state that

a_complete nse must ¢ comply with
all formal requirements or specifically traverss
each reqmremmt not oomplx wlfsh.

707.07(b) Requiring New Oath
See. 602.02. :

707.07(¢) Draftsman’s Requirement
[R-16]

See 707.07(a) ; also 608.02 (a), (e}, (8).




or the
ise a,st;d;vhatﬂze

tnonn bnwdon pﬁorarbnndereamer% U.é?o.
162 oz88 U.5.C.108.

35 USC. 102 (Amelmncn om Lacx or
ovmr) , ,

' The dmon between repetmns M on
35USC 102 and those based on 35 U.8.C. 103
should be kept in mmd Under the former, the
claim is anticipated by the reference. No ques-
tion of obviousness is present. It ma bead—
visable to identify a cularp&rto the ref-
erence to support .the rejection.. If net, the
expression “rejected under 35 U.S.C. 102 as
clea.rly antlclpa.ted by” is appropnate

35 USCL 103 (Onwovsms)

In contrast, 35 U.S.C. 103 authorizes a rejec-
tion, where to meet the claim, it is necessary to
modify 4 single reference or to combine it with
ong or more otbers. Adfler indicating that the
rejection is under 35 U.S.C. 108, there should
be set forth (1) the difference or ’ differences in

the claim over the applied refarence(s), (2) the

modification of the applied refer-

ence(s) n - 4o arrive at the claimed sub-

ject ma.tter, (B an aﬁlmmm why such
pmpoeed d be obvicus.

Ew of 2 pemonal nature must be

ayoid tever mey be the Examiner’s

view as fo the utter lack of pabentable merit
in the disclosure of the a gvphcamm exammad
ﬁébﬁdmﬁ ress in { emdthﬁz &
) on is, or appears to voi
of patentfl?le gubject matter. Nor should he
express doubts es to the sllowability of sllowed
claims or state that every doabt has been re-

solved in faver of the licant in tin
him the claims allowed, PP grntne

An omnibus rejoction of the dlaim “on the
mfemcesmdi@rthamaquofmwrd”

should: therefore be aveided: ¢, Thisis eemﬂ
true where certain claime, have been,. m;eeteﬁ
on. one mnd and athm' t:lmme _another

.\ 3

707 ‘37@) Note Al on

an am.ended cage for action the
Exaxmner gcmld ngte in every mtlize all the
requirements outstending” against ‘case.
Every point in the prior sction of an Exam-
iner which is still applicable must be repeated
or referred to, to pmvmt the implied waiver
of the ent.
As soon as allowable aubject matter is found,
eorrection of all mformahmm then mnt

shmﬂdberegugreci
707 07(f) Ammer Aﬂ Eﬁateﬁal ‘Trav-
emeai

Whem the mqmmments am traversed, or

jon thereof requested, the Eszaminer

should make pioper mferenee theretc in his
action on the amendment.

Where the applicant traverses any rejection,
the Exeminer should, if he repeats the rejec-
tion, take note of the a,pphcsmt’s argument and
answer the substance of it.

If & rejection of record is to be applied to
s new or amended claim, specific identification
ofthatgmundaf refection, ns by citation of

ph in the former letter in
:ﬁ rejection wee originelly stated,
ahmxld be givesn.

Bev. 16, Apr. i008



~dauﬁ‘mgwmmwudalm(tﬂ?-
- e ynld sor: more ' adventages. (new
: mltl, m: or: eﬂ'm),

If it is the Examlners consxdered opxmon
that the aseerted advsntages sre without si
nificance in determining patentability of the
rejected claims, lie should state the reasons for
kis pm in: the moord, preferably in the
getion asasrum or -argument
mlstiw“w’sucbfad“ : ' By 80 doing the
Applicant will® know' 'at the ssserted ad-
m&gwshaveactuaﬂybeenwm@dbythe
Examiner and, if appeal is taken, the Board of

oph
T that the. sub]ect maiter glm.med

sbd’ new snd useful results. The court
noted that since Applicants’ giatement of ad-
vantages was not questioned by the Examiner
or the Board of Appeals, it was constrained
to accept the statement at face value and there-

fore found certain claims to be allowable.

707.07 (g Piecemeal Examination
[R-16] f

Piecemesl examination should be avoided
as much as possible. The Examiner ordi-
narily should reject each claim on all valid
grounds available, avoiding, however, undue
multiplication of references. (See 904.02.)
Major Mhm?;ik rerctzons on d;g:counds sucl:ias
sggregntion, of proper losure, undue
breadth, serious mdeﬁgltenm and res judicata
should be applied where appropriate even
though there may be a seemingly sufficient re-
jection on the basis of prior art. Where a major
technical rejection is proper, it should be stated
with a full development of reasons rather than
by a mere conclusion coupled with some stereo-
typed expresgion.

In cases where there exists & sound rejection
on the basis of prior srt which discloses the
“heart” of the invention (as distinguished from
prior art which merely meets the terms of the
claims), secondary rejections on minor technieal

Bev. 18, Apr. 1988

s mmpfet«a action on tho xi

(2) Where ﬁhm isan mzdna mu tlphmty of
claims, and there has been po. suceessful tels
phone request for election of a limited number
of claime for full exanummw, 808 796.03(1) :

{3) Where there is a migjoinder of inven-
tions and there has been no successful telephone

for election ; sec 808, 806.02, 812.01;

{4)  Where the dlsclosure is directed to per-
petual motion; note e» parte Payne, 1004 C.D.
42;108 0.G. 1049

However, in such cases, the best prmr art readlly
availsble should be cited and its pertinancy
pomﬁedoutmthontspemﬁmll 8] plymgltto
the claime. v p

On the other hand B m}ed;xon on the grounds
of res judicata, no prima facis showing for re-
issme, mew matter, or i tiveness (mot
involving perpetual motion) should be accom-
plished by rejection on all other available

grounds.
707.07(k) Notify of Iuacemracies in

Amendment
See 714.93.
707.07(i) Each Claim To Be Men.
tioned in Each Letter [R-
16}

In every letter each cleim should be men-
tioned by number, and its treatment or status
given. Since » claim retains its original nu-
meral throughout the prosecution of the case,
its history th guccessive actions is thus
easily tracesble. Each action should conclude
with & summary of rejected, allowed and can-
celled claims.

Claims retained under Rule 142 and claims
retained under Rule 146 should be treated as
ot out in 821 to 82108 and 800.02(c).

See 2116)9053;S for treatment of claims in the
application of losing party in interference,

p’%helndexofﬂhnmahmﬂdbekeptupm
date as set forth in TI7.04.




cates that the Applicant intends to clai
subject matter, he miay nole in the Offce’
that certain aspects or f f t
able inventi
 If a claim is otherwise allowable but is de-
pendent on & cancelled claim or on & rejected
claim, the Office action should state that the
claim would be allowable if rewritten in inde-
pendent form. - ' 3

EamLy ALLOWANCE OF Cuma

Where the Ezaminer is satisfed that the
prior art has been fully devel and some of
the claims are clearly allowable, he should not
delay the allowance of such claims. The prac-
tice of some Examiners of never allowing a
claim in the early actions, when the afore-
mentioned conditions exist, is a handicap to
attorneys or agents. Such practice is also &
hardship on the inventor in his attempts to
negotiate for the exploitation of his invention.

707.07(k) Nambering Paragraphs

1t is good practice to number the paragraphs
of the letter consecutively. This facﬁlf;?ates
their identification in the future prosecution of
the case.

707.08 Reviewing and Initialing by As.
sistant Examiner

The full surname of the Examiner who pre-
pares the Oflice action will, in all cases, be typed

- wrapper. The

Althou honl o the original s i ed, the word
“Examinégr” mg the ﬁ&mﬁﬁ the signer
nal and copies.

s&mﬂé appear on the ori

707.10 Entry _[R-16]
__The original, signed Eg th
aminer, is the copy which i

s

number and

The ‘date should not be typed when the
letter is written, but should be stamped on all
copies of the letter after it has been signed

by the suthorized signatory Examiner ‘the
copies are about to be mailed.
707.12 Msilin
In cases where no references are to be pro-
vided by R.0.C., the copies are mailed by the
Group after the original, initialed by the As-
sistant and signed by the authorized signatory
Examiner, has been placed in the file,

. (ﬁ;d cgties where gnte% mfegenceg are to be pro-
vided, the original and copies after signing are
forwarded byg:he elerk to Reference 0’!’&%3-
ter (R.O.C.) for mailing. The file with & copy
of the action is retained in the Group. Aftert
copies are mailed by R.0.C., the original is re-
turned for placement in the file,

707.13 Returned Office Action

Letters are sometimes returned to the Office
because the Post Ofice has not beeni able to de-
liver them. The Examiner should use every
reasonable means to ascertain the correct ad-
dress and forward the letter sgain, after
stamping it “remailed” with the date thereof
and redirecting it if there be any reason to
believe that the letter would reach applicant
at such new address. 1Lf the Office letter was

Bev. 16, Apr. 10968




(amended appumﬂons) shall 'be al en up for action
in such order as shall be determined by the Commls-
sioger.

Each examiner mll glve gmonty to that 'ap-
pllcatlon in his docket, whet Or New,
which has the oldest effective U.S. ﬁhng date.
Except as rare circumstances may justify Gt roup
Supervisors in granting individual exceptions,
this basic policy applies to all applications.
Whether a_given application has an effective
U.S. filing date earlier than its actual filing
date is determined by whether the disclosure of
a parent case adequately supports any claim or
claims of the later case. Examiners are respon-

Bev. 17, July 1968

uuno:g for farther action exee T

rules, or upon order. of !the'Ooinmi ioner to expedlte
the bm;inem of tbe Olee. or upon & verified showing
which, ln me opinion of the Gommissioner, wm Justify
so advarcing it.

(b} Appﬂeaﬂons wherein the inventions are deemed
of peculisr importance to some braanch of the pubuc
service and the bead of some department of the Gov-
ernment requests Immediate action for that reason, may
be advanced for examinstion.

Certain procedures by the Examiners take

precedence over actions even on special cases.

For example, all papers typed and ready for
signature should be. completed and rmaule(iy




is satisfied will have to be finally rej he
should give such action forthwith instead of
makin%thq-case aweititsturn. .~

~ The following is a list of special cases (those

w‘fhi},h' sre sdvanced out of turn for examina-

d

ment of the Govern-
ate sction and the Com-
tel a8 a result of a peti-

alone to diligent A
' lication for patent that has
, l¢ special and advanced out of
turn for examination by reason of a ruling
made in that perticular case (by the Commis-
sioner or an Assistant Commissioner) will con-
tinue to be special throughout its entire course
of prosecution in the Patent Oﬂico,kincluding
appeal, if any, to the Board of Appeals; an
any interference in which such an application

 involved shall, in like measure, be

considered special by all Patent Office officials
concerned. .

(c) Applications for reissues (Rule 176).

( tQi Cases remanded by an appellate tribunal
for further action. =~

(e) A case, once taken up for action by an
Examiner -according to its effective filing date,
should be treated as special by any Ezaminer,
Art Unit or Group to which it may subsequent]
be transferred; exemplary situations include
new cases transferred as the result of a tele-
phone election and cases transferred as the re-
sult of a timely response to any official action.

(f) Applications which appear to interfere
with other applications previously considered
and found to be allowable, or which it is de-
manded shall be placed in interference with an
unexpired patent or patents {Rule 201).

{ gr Cases ready for allowance, or ready for
allowance except as to formal matters,

(h) Cases which are in condition for final
rejection.

the head

(a) Applications wherein the inventions are hich is being delay :
e peculiar importance to some branch.  assurance of patent protection. Showmﬁs mf-
of the public service and. when for that resson  porting specific facts must be made. For de-

tails see the Patent Office publication dated Jon- ok

cations Special.”

prosecution by the

n cases ma
fion 1o make spacil. The categon
& petition to make specia ng categories
such special cases_are?:fotad L

‘Petitions to make special ,
actual infringement or on prospective manu-
facture which is being delayed for lack of some

, 1062, entitled “Petitions To Make Appli

Petitions to make spec ,
showing that applicant is 65 or ;
sge or that his state of heslth is'such that he
might not be available to assist in the prosecu-
tion of the application if it were to run its
normal course. | '

 CONTINUING APPLICATION

Petitions to make apecial & continuing appli-
cation may be based on an allegation that the
application contsins only claims which have
been held allowable in an earlier case or claims
differing therefrom only in matters of form
or by immaterial terminology. The Examiner
is requested to make 8 report stating whether
the allegation in the petition is correct and
including a list of the references over which
the claims were gliowed, unless such references
have been listed in the petition. If, in the
opinion of the Examiner, the claims in the ap-
plication do not qualify it for special status
as above noted, but he is able to determine from
inspection that the application is allowable in
matters of substance or that the claims are oth-
erwise such as would, by reason of the previous
gnmsecutian, be clearly subject to immediate

al action, he should report the fact.

SeeciaL, Examining Procepore ror Cemrain
New AprLICATIONS— ACCELERATED IExanina-
TION,

A new application may be granted special
status provm,ed that applicant (and this term

:amay be based on s

Bev. 16, Apr. UGN




ade b apphcant at they k

for special status.

ide an election with
1 papers or pel and the Office
det that a requirement should be made,
ehe established telephone restrlctmn pmcttce
will be followed.

If otherwise proper, examination on the
merits will procsed on c!mms dramx to the
elected invention.

1f applicant refuses to make an election mth—
out traverse, the application will not be further
examined at that time. The petition will be
denied- on the ground that the claims are not
directed to a single invention, and the apphm»
tion will await action in its regular turn.

Divisional app!'catmn,s directed to the non-
elected inventions” will ‘not automatically be
given special status based on papers filed with
the petition in the:parent case: Each such
apphieation must meet on its own sl reqmm—
ments for the new special status. =

(b) Submits a statement that a pre-exannna-
tion search was made, and specifying whether
by the inventor, attorney, professional search-
ers, ete., and listing the field of search by class
and subclass, publication, chemical abstracts,
foreign patents, ate.

(¢) Submits one copy each of the references
deemed most closely related to the subject mat-
ter encompassed by the clnims. -

(d) Submits a detailed discussion of the ref-
erences, which discussion points out, with the
particularity required by Rule 111 (b) and {c},
how the claimed subject matter is distingwish-
able over the references. Where applicant indi-
cates an intention of overcoming one of the ref-
erences by affidavit under Rule 131, the affidavit
must be submitted before the application is
taken up for action, but in no event luter than
one month after request for special status.

In those instances where the request for this
special status does not meet all the prerequisites
set forth above, applicant will be notified and
the defects in the reguest will be stated. The
application will remain in the status of a new
application awaiting action in its regular turn.
In those instances where a request is defective
in one or more respects, applicant will be given

Bev. 17, July 1668

reqmrements [ 30
the, Exnm ner baf" 8

stncted to the mbmt, 4

sion at the mtervxew. :

8. Subsequent to the mterwew, or |
to the Examiner’s first action if
was had, applicant will file his
sponse. The response at this stnge,
must be restricted to the rejections, objections,
and requirements made. . Any amendment
which would require broadening the search field
will be treated as not a proper response. . .

4, The Examiner will, within one month from
the date of receipt of applmnts formad
sponse, take up the application for fimal
sition. This disposition will constitute v
final action which terminates with the setting
of a three-month period for mspom%e, o
tice of allowance. No further response will be
made by the Examiner after a final action with
the exceptions that (2) an Examiner’s Answer
may be prepared in response to an appeal brief,
or (b) the application may be p to issue,

5. A personal interview after final Offics ac-
tion will not be permitted unless regmwi by
the Examiner. However, telephonic interviews
will be permitted where appropriste for the




gy IS / ; aﬁdsup-
porting aﬁ?favxts, w l be iven 8 single paper

file. The decision will be accorded a separat
paper mlmber and similarly entered.
“‘Cont/ents” in proper order,
the clerk in the exammmg group will make cer-
tainthat all papers. prmr to n petition’ have been
entered and/or listed in the apphcatwn file
before forwarding it for cons:demtlon of the
petltxon. [R«-l’l} :

708.03 Examiner Tenders Hm Resxg-
nation

Whenever an Examiner tenders his resign‘a—
tion, the Supervisory Primary Examiner should
see that he spends his remaining time as far as
possible in winding up the old comphcated cases

or those with involved records and getting as
many of his amended cases as possible ready for
final disposition.

If the Examiner has considerable experience
in his particular art, it is also advantageous
to the Office if he indicates (in pencil) in the
file wrappers of cases in his docket, the field
of search or other pertinent data that he con-
siders appropriate.

709 Supsension of Action [R-17]

Rule 108. Suepension of action. (a) Suspension of
action by the Office will be granted at the request of
the applicant for good and sufficient cause and for a

reasonable time specified. Only one suspension may

pension must be approved by the Commissioner.

(b) If acticn on an application is suspended when
not requested by the applicant, the applicant shall be
notified of the reasons therefor,

(¢) Action by the examiner may be suspended by
order of the Commissioner in the case of applications
owned by the United States whenever publication of the
invention by the granting of a patent thereon might be
detrimental to the public safety or defense, at the re-
quest of the appropriate department or agency.

(d) Action on applications in which the Office has
accepted a request filed under Rule 139 wili be sus-

number and so entered in the “Contents” of the

be granted by the primary examiner; and forther sas- -

action f’by the phcmi
, - Rule provides for &
action by the emmmer on

(i). Paragraph (d) is used in “the Defensive
Pnblmtmn Program described i in 711.08.

709.01 Overlappmg Applwntmm by
Same Applicant or Owned by
Same Assignee [R—I’T}

Examiners should not eonsxder ex parte.
when raised by an plicant, questions which
ara pending be &e Oﬁm in fnfer parfes

mvolv: the same applicant or
pm*ty of interest. ngee ex parte Jones, 1924
C.D. 59; 327 0.G. 031)

Because of this ‘where one of several appli-
cations of the same inventor or assignee which
contain overlapping claims gets into an inter-
ference it was formerly the practice to suspend
action by the Office on the applications not in
the interference in accordance with Ex parte
MecCormick, 1904 C.D. 575; 113 O.G. 2508.

Now, partly in view of In re Seebach, 1937
C.D. 495; 484 O.G. 503 the prosecution of all
the cases not in the interference is required to
be carried as far as possible, by treating as
prior art the counts of the interference and by
rejections forcing the drawing of proper lines
of division. See 1111.03.

709.02 Actions Following Correspund-
ence Under Rule 202

See 1101.01(i).

710 Period for Response

See Chapter 1200 for period for response
when appeal is taken or court review sought.

710.01 Statutory Period [R-17]

Eztract from Rule 135. (a) If an applicant falis to
prosecute his application within six months after the
date when the last offtcial notice of any action by the
Office was mailed to him, or within such shorter time

89 Bev. 17, July 1068




The actml
puted from th

a plicant’s response. No

of the month

IS due on the corres
r of months

six months or any
specified after t
Response to an Office action dated August

33 is due oln the foll;)wmg February 28 ( tor 29
if it is a leap year e & response to an
Office action dated F; 8 is due’

gust 28 and not

parte Messick, : 400 O.4
same reasoning woénld apply for nny pe!
than six months,

The date of receipt ofa
acﬂonm given: the ¢

appears on the respo. per.

In somep?;ses the Exammer’s etg:' does not
determine the beginning of a' statutory re-
sponse period. For example, the Examiner
may write a letter adhering to a. final rejection,
in which case the statutory response period
running from the date of the final rejection is
not dlsturbed In all cases where the statutory
response period runs from the date of a previ-
ous action, a statement to that effect should be
included.

710.02 Shortened Statutory Period
and Time Limit Actions
[R-17] '

Under Rule 136 (35 U.S.C. 133) an appli-
cant may be required to respond in a shorter
period than six months, not less than 30 days,
whenever it is deemed “ necessary or expendi-
ent”. Some conditions deemed “necsessary or
exnedxent” are listed in Section 710.02(b).

In other situations, for example, the rejection
of a_copied patent claim, the Examiner may
require applicant to respond on or before a
specified date. These are known as time limit
actions and are established under authority of
35 UU.S8.C. 6. Some situations in which time
limits are set are noted in Section 710.02(c).
The time limit requirement should be typed in
capital letters,

Rev. 17, July 1968

fractions of a day and apgilcant’s response

fooz(b)A Shorteried Stumwry Pe-
' ' riod: Smnations in W!xwh
[R-17]

Under the authontv Ewen him by 85 U S. C
138 the Commissioner directed the Exam-
iners to set a shortened period for response to
every action. The ]ength of the shortened stat-
utory period to be used depends on the type
of response required. Some specific cases of
shortened statutory pemod for response to be
given are:
Tamry DAYS
juirement Hfor restriction or
ectlo of specses«-—mo claim re-

i . . a4 e e

To ﬁle ‘express . abandonment—
_drawings rred
Two MoxTas
Winning party in terminated in-
terference to reply to unan-
swered Office action_____...._ 1109.01
Where, after the termination of an inter-
ference proceeding, the application of the
wmmng party contains an unanswered office
action, final rejection or any other action, the
Primary Examiner notifies the applicant of
this fact. In this case response to_the Office
action is required within a shortened statutory
;S)enod running from the date of such notice.
ee Ex parte Peterson, 1941 C.D. 8; 525 0.G. 3.

Ex parte Quayle

When an application is in condition for
allowance, except as to matters of form, such
as correction of drawings or specification, a
new oath, etc., the case will be considered
special and prompt action taken to require cor-
rection of formal matters. Such action should
include a statement that prosecution on the
merits is closed in accordance- with the deci-
sion in Fz parte Quayle, 1935 C.D. 11; 453
0.G. 213, and should conclude with the setting
of a shortened statutory period for response.

Multiplicity rejection—no other

Fejection . cmemocom e 706.0% (1)




£ ‘time fmmammg i
“-w’---"—u‘--hahﬂdr 710’ %

périeds may be changed under
ly occurring circumstances. -

e g *ractice. For example,
“applicant will still have 60 days (not two

‘months) to respond to & new ground of re-

: Jectlon in the Examiner’s Answer (Rule 193).
~ A shortened statutory per md may not be
Ims than 30 days :

710.02 (¢) Time-Limit Achons. Sxtu-»
~ ations in Which Used

As stated in 710.02, 35 U.S.C. 6 provides
authority for the Commwsloner to establish
rules and ‘regulations for the conduct of pro-
ceedings in . the Patent Office.. Am the
Rules are certain _situations in  whi
Examiner sets a time limit within which. some
4Jec:ﬁed action should be taken by applicant.
Some situations in which a time limit is set are:

(a) Rule 203 provides that in suggesting
claims for interference:

The parties to whom the claims are suggested will be
regaired to make those claims (i. e., present the sug-
gested claims In thelr applications by amendment)
within a specified time, not less than 30 days, in order

_that an interference may be declared

See 1101.01 (j), and 1101.01(m).
(b) Rule 206 provides:

Where claims are copled from a patent and the ex-
aminer {s of the opinion . . . that none of the claims
can be made, he shall state in his action why the appli-
cant cannot make the claims and set a time limit, not
less than 30 days, for reply. If, after response by the
appiicant, the rejection is made final, a similar time
limit shall be set for appeal.

See 1101.02(£).

(c) When applicant’s action is not fully re-
responsive to the Office action, the Examiner
may give applicant one month or the remainder
of the set statutory period, whichever is longer,
to complete his response. See third pamgraph
of Rule 135 which reads as follows:

When action by the applicant is a bona flde attempt
to advance the case to final action, and is substantially
a complete response to the examiner's action, but con-
sideration of some matter or compliance with some re-
quirement has heen Inadvertently omitted, opportunity
to explain and supply the omission may be given before
the question of abandonment is considered.

eriods for response set

, 40 remit any a' :
quwed for:the submission of an: em»endment in
‘res nmﬁaanOﬂicewtmm.
607 and 714,03, i
(e) To: mnfy or otherwme oorrect an um-
phcant is_given one
the sei; statutory

ﬁh‘e ’remmn

N \
(f) Whexe apphcatwn is othermse allowable
but contains a traverse of & requirement to re-
strict, one month is given to cancs} claims fo
nonelected invention or species or take other
appropriate .action. See Rules 141, 144, and

809.02(c), 821.01.

(g) . Xf there is a defect in the format of a
streamlined continuation application which can
be corrected, applicant is gnen one month to

_correct the defectu v

See 201.07.

710. 02((!) Dlﬁerenee Between Short-
ened Statutory and Time-
Limit Periods

The distinction between a limited time for
reply and a shortened statutory period under
Rule 136 should not be lost sight of. The pen-
alty attaching to failure to reply within the
time limit (from the suggestion of claims or the
rejection of copied patent claims) is loss of the
subject matter mvo‘ved on the doctrine of dis-
claimer. A rejection on the ground of dis-
claimer is arpeahble. On the other hand, a
complete failure to respond within the set stat-
utory period results in abandonment of the
entire application. This is not appealable, but
4 petition to revive may be granted if the delay
was unavoidable. Further, where applicant re-
sponds a day or two after the time limit, this
may be excused by the Examiner if satisfac-
tortly explained; but a response one day late
in a case carrying a shortened statutory period
under Rule 136, no matter what the excuse,
results in ab'mdonment however, if asked for
in advance extension of the period may be
granted by the Examiner, provided the exten-
sion does not go beyond the six months’ period
from the date of the Office action. See also
1101.02(£).

710.02(e) Extension of Time

Eztract from Rule 136. (b) The time for reply, when
a time less than six moenths has been set, will be ox-
tended only for good and sufficient cause, and for a
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request for the extensmn is ﬁled

‘day on which & e(thcant’s ac-

 shorten riod may

Aimits of the statutory

; pe xtension can opé te to
“extend the time beyond the six months.

Compare, however, Rule 138(c) and 71403

* "Any request under Rule 136(b) for extension

of t imtstateareason in support thereof;

‘the Po icy the application of the

Rule w111 entail only a limited eval of the

This llberahtg will not apply to )

e ’1) any retuests: for mmﬁe that one:month

71 i;extension;and °
(2) second and s\maequent requests for ex-
tension of time.
All first requests for extension of time regard-
less of the number of months involved will be

decided by the Primary Examiner. All re-
quests subsequent to the first request for exten-
sion of time to respond. to an office action will
be forwarded to the Group for action.

-If a request for extension of time is filed in
duplmate and accompanied by -a stamped re-
turn-addressed envelope, the Office will indicate
the astion taken on the duplicate and return it
promptly in the envelope. Utilization of this
procedure is optional on the part of applicant.

In implementing this procedure, the action
taken on the request should be noted on the
original and on the copy which is to be returned.
The notation on the original, which becomes a
part of the file record, should be signed by the
person granting or denying the extension, and
the name and title of that person should alse
appear in the notation on the copy which is
returned to the person requesting the extension.

When the request is granted, no further sc-
tion is necessary; when it is denied, a formal
lotter of denial, as presently usetL, giving

the reason for demal gshould be forwarded
promptly after the mallmg of the duplicate.

Rev. 14, Oct. 1067

izmmgsﬂyapd in writing regan
on the

 action taken
nest so that. the file record will be.com-

Afp pendix I1I, form pars..25.)
The filing of a timely response to a final re-
jection having a shortened statutory perjod for
response will operate to extend the period: for
appeo.l or filing of a continuing case an addi-

tional month, but in .no . case to exeged :six

months fmm the date of the ﬁn’d action. (See

11413)

710.04 Twe Penods Runmng

: 'I‘hem ‘sometimes’ arxses 8 sxtuatmn where two
diffevent periods ‘‘for ‘are’ runni

against an apphcatlon, the one lxmxtéd by ‘the
regular sts.tutory penod the other by the lim-
ited period set in a subsequent ()ﬁce action.
The running of the first - periad is not sus-
pended nor affected by an ez parte limited

time action or even by an appeal thevefrom.

For an exception, mvolvmg suggested claims,
see 1101. 01(n). o .

710. 04-(3) Copymg Patent Clmms ;

Where, in an apphcatlm in which there is an
unanswered rejection of record, claims are
copied from a patent and all of these claims
are rejected there results s situation where two
different periods for respouse are running
against the application. One period, the first,
is the regular statutory peried of the unan-
swered rejection of recerd, the other period is
the limited period set for response to the re-
jection (either first or final), established under
RBule 206. The date of the last unanswered
Office action on the claims other than the
copied patent claims is the controlling date of
the statutory period. (Ex parte Milton, 164
Ms. D. 1, 63 USPQ 132 and Ex parte Nelson, .
164 Me D. 361, 26 J.P.O.S, 564.) See also
1101.02(£).
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anuSunday,ﬂm ik 3,
also & holidey. Ex. Order 317

‘When = holiday falls on 8 Satv
tion or fes due on the preceding dsy (Frids
muuat be filed on thet day even though, by res:
of Public Law 86-362, the Patent Offics is

thmamendmntwﬁledadayﬁrtwa
Iater than the expirstion of the period fized by
statute, care should be taken to ascertain
whether the last day ofthntpenod was Satur-
day, Sunday or & holiday in the District of
Columbis, and if so, whether the amendment
was filed or the fee paid on the next succeed-
m%day which is not & Saturday, Sunday or 2

A.n ammdnmt received on such succeeding
which was due on Saturday, Sundsy or &
d& is endorsed on the file wrapper with
the dnte of receipt. The Saturday, Sundsy
and/or hohda.y is slso mdlca,ted.

710.06 Mnseelhmem Factors Betez-
mining Date

Where the citation of & reference is incorrect
and this error is cslled to the attention of the
Offics before the expiration of the period for
response, & new period for starts from
the date of the Office letter giving the correct
citation. The previous period is restarted re-
gurdlmofthemmemmng See 707.05(g)
or record where

the manner of mrrwtmg the
mmmw nrroneyes citation,

fm'” W within

mw (a) Itlmawlmnt mm pavsecnte his

atﬂmumm&ﬂmwwmwm Toas
adniskion of wn amendment not vesponst
mmwmthmmmm
pwmmmmnmmtonve
mwmmﬂmmm :

(e} When ection by the applicent Is & booa fde at-
wmmmmwmmmuw

 FEUD0 ﬁ)ﬂlﬂ SEREnh B

gome mumt has baen Mm‘m m o
portanity to explain and sopply the omsiesfon my bo
given mmm of shandonment Is connidersd.

{6} Promptrs wﬁmotnearmw&ymw
copy mEy be & Rneueotcn G
mﬂydtmm& (ﬂeemlaﬂ

MJS&EW ST
shand wmm&mma
wﬁmmmafmmmme
plicant himself and the assignee of record, If suy, sud
identifying the apviication. Dxcept ss provided in
mm»mmmmmym
doned by fling 2 written decloration of abeadonmen
dgned by the sliorney or egent of record.

Abendonment. may be ﬂfier of ﬂm mventwn

joned & pbﬁﬂ&l@ﬂ, in aosordm
mmlwmmm,wmwhmhww

Bav, 16, bye. 1988




uphmdma 714.03, 714.05 But 698, @(l)
in m

for situation where ia abandoned
alongthhtnmfarof wmgltoanewapph-
atlon.

Arm cha oF ALzOwWANOD

Leﬁte‘rs of abandonment of allowed a,pphca,-
are acknowledged by the Issue and

Gazette Bmanch.
Rule 318 provides that an sllowed applica-
tion mﬂmt%e withdrawn from moexoeptby

spproval of the Commissioner, and

Rev. 16, Age, 1068

aftet ﬂm upxratwn of the
- The cass is sbandoned and

the remed .mfopammtommut ‘The Ex-
aminer should notify the or attorney
atmthattheapphmtx' ‘has been shan-

“The Iate amendment is endorsed on the

doned.
%emv’?;pper but not farmﬂly entered.  (Ses
To pass on gstiomof asbandonment, it is

essential that miner know the dates
that mark the ﬂnd emi of the statu-
tory period under varying situs 8. Appli-

cant’s response must resch tha Oﬁmthmﬂm

set statufory period for reply dating from the
Offico lettar. (S0 71010 710.08)

711.02(a) Insufficiency of Rmpanse

t;’ma.1 result mﬂ;mﬁmﬁm
w ) tampywvnﬂxm statutory
ﬁ; fully responsive to the Office
setion. Butm'fl().@(e),pu (¢). Seo also
714.09 to T14.04,




,me 1101.01{1:}
) transferwd under

711M(e) Termmauon of Proeeed-

| ins- [R—16]
“Termination of ”xsa.nexpms
sion found in 85 U. 0120 As there stated,

8 second 8 lication is considered to be co-
pending with an earlier case if it is filed before
() the patenting, (b) the abandonment of, or
(c) other terminstion of p: in the
earlier cass. “Before” has consistently been

mterxmted,mthmcontext,tomean“mthm

Inea&afthefoﬂovmgmm&ms,pmd
ings sre terminated :
1Whmthﬂmuefeemnot and the ap-
phcatlon is abandoned for failure to pay the
o fee, proceedings are terminated as of the
damthemmfaemdmmdtheapphwtwnm
%mﬁmwlfnf;mwer?abmdMOnMdm
issue foe is later accepted, on petition,
thesyuemon' is in & sense revived). See 712.
2. If an spplication is in interferencs involv-
ing sll the claims t in the application ss
counts and the application losss tlm mwrfem
thatapphmuwmmmmawimofmm

theExammerhnsnomthon touet
: an apphcauon in whlch 10 whm by g«
wethher or
suchpenod
andactcnaeeseofsmhch&r-
aww chhehas previously beld abandoned.
This i3 not 2 reuval of an abandoned appli-
mbutmerel - & holdi thatthecasewas
muhm Seea.lao 4.08.

711.03(b) Holding Baged on Failure
To Respond Within Period

When sn smendment reaches the Patent
Office (not the Ex Group) sfter the
expiration of the statutory period and there is
no dispute as to the dates involved, no guestion
of mnsz&emgg.n of a holding of absndonment

ixaminer and the applicant

: mwtha&ataonwhmhthem
mym&wmmmmdtomnmm In this
situstion, s in the situation involving suffi-
ciency of response, the applicant mey take issue
with the Examiner and point out to him that
his holding was erroneous.

711.08(e) Petitions Relating to Aban.
donment

Hon. An ap-




’applwmt aoqulesoes in tlm hold-

donment, or;.where the petition

_,,,xapphcmt’smly
particular case

both tbb ggtmon to
ying form (POL~
complete the

form which will then be forwarded to the

Commissioner. ' No communication will be sent

to the applicant by the Examiner and no credit

will be given for an action.

revive and the accom
269), the Examiner

OernzmnToSuAmexm’s
Hoonva

Bn!el&lststssthattheEnmner“myhe
directed by the Commissioner to furméz 8
written statement within a

tmgtmththomsmiorhm

matters avarmdmme mpﬁg
ytberwfm haw-

ever, the onmpmdu n without a

statement mg requested, if the issue raised
is clear from the record. Unless
% glsw;emant ghould not be prepa See

711.84 Disposition of Abandoned Ap-

plications

Bulract from Rule 1§ Abandoned applications may
be destroyed after twenty pears Irom thelr flicg dats,

Bev. 18 Apr. 1908

fil besis n
rY Sestion 505@(1) oi
mmmaa Clenc&leead ‘

shon]d appear on the form and the file will be
sent to him through the Messenger Service.

Abendoned files more than tem years old
which have not been marked for permanent
retention are stored in a nearby Federal Bec-
ords Center. Orders for files in this group
require at least two days for processing. The
file should be returned promptly when it is mo
longer needed.

: Exrmrm» Service

Exeminers mey expedite service by ordering
abandoned files by telephone. ~

Letier of Abandomment Re-
ecived After Application Is
Allowed [R-16]

Bawptoiamrofabmdanmtwhﬂﬂm
application is allowed, is ackmowledged by the
Tesue and Gasette Branch.

An express abandonment arriving after the
jssue foe has been paid and the patent to issue
hnmvednted&temdnumhwwﬂmtbe

711.05

socopted without & sho of one of the rea-
sons indicated in the m&mhof Rule
318, or else a showing under 188 justifying
suspension of Rule 318,




Abbrevistures wers preps
rocedure indicated in the Notice of

of the drawing.

pending patent application by 6ling in the Patent Office
a written walver of patent rights, & consent to the pub-

livation of an abstract, an. authorigation to open the
complete application to inspection by the general pub-
le, and 8 declaration of abendonment signed by the
applicant and the assignee of record or by the attorney
or agent of record.

A, Defensive Publication Program

An applicant may request to have an abstract
of the technical disclosure of his application
published as a defensive publication abstract
under Bule 139. The request must be filed while
the application awaits Office action and no later
than 8 months from the earliest effective U.S.
filing date of the application. However, until
November 1, 1968, any pending application
awaiting the first Office action may be included
in the program without regard to its filing date.
The application is laid open for public ms(})ec-
tion and the applicant provisionally abandons
the applieation, retaining his rights to an inter-
ference for a limited period of five years from
the earliest effective U.S. filing date.

The defensive publication of an application
precludes a continuing application (divisional,
continuation-in-part, or continuation) filed un-
der 35 U.S.C. 120 from being entitled to the
benefit of the filing date of the defensively pub-
lished application unless the continuinﬁ apzii—
eation is filed within thirty (30) months after
the earliest effective U.S. filing date. Where a

808 O.G. 1. Each abbrevia-
ecific portion of the disclos-

- application, preferably
Chim, xnd, In applica.

processed

@ g

An apglimion‘ may be considered for defen-
sive - publication provided applicant files a
request under Rule 138 agreeing to the condi-
tions for defensive publication. The statement
reguesting publication should: (1) be signed by
the assignee of record, or by the attorney or
agent of record, or by the applicant and the as-
signee of record, if any; (2) m}uest the Com-

i aja,amct’o the disclosure .

missioner to publish an

- in the 0.G.; (3) authorize the Commissioner to

lay open to public inspection the ¢complete ap-
plication upon publication of the abstract in the
0.G.; (4) expressly abandon the application to
take effect 5 years from the earliest U.S. effec-
tive filing date of said application unless inter-
ference proceedings have been initiated within
that period; and (5) waive all rights to an en-
forceable patent based on said application as
well as on any continuing application filed more
than 30 months after the earliest effective U.S.
filing date of said application.

(. Requirements for Defensive Publication

The Examiner should scan the disclosure of
the application to the extent necessary to deter-
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i h’e‘mq:zia;ements 1@ statement ‘
‘fensive publication as described in B above have
‘not been met, or (8) the subject matter of the
-application is not considered suitsble for publi-
cation because: (a) it involves national security ;

dalous, lacking utility, or against public policy,
etc.; or (¢) the disclosure is deuﬂ‘yalmcgopated
by readily available art, and fubhc&tion would
not add anything to the fund of

edge (matters of patentability are generally
not considered and no search 15 mede).

~ If there are defects in the reguest for de-
fensive publication which cannot be corrected
bgv Examiners . Amendment, the Examiner
should notify applicant in writing, usually
giving the reasons for disapprevel and .indi-
cating how corrections: may be made. Appli-
cant 1s given a period of one (1} month within
which to make the necessary corrections. Fail-
ure to correct a defect as required results in non-
acceptance for defensive publication, and in
resnmption of the prosecution of the applica-
tion by the Office in its regular turn.

In those instances, however, where the sub-
ject matter is not suitable for publication, the
request may be disapproved by the Examiner
without explanation. Under these circum-
stances, the Examiner’s letter is first submitted
to the Group Director for approval.

Petition may be taken to the Commissioner
from the disapproval of a request for defen-
sive publication. ,

ere the request is apparently fatally de-
fective and involves subject matter not con-
sidered suitable for publication, for example,
advertising, frivolous, lacking utility, etc., or is
clearly anticipated by readily available art,
the Examiner should generally examine the
application and prepare a complete Office ac-

tion when notifying applicant.

D. Formal Requirements of a Defensive
Publication Application

Correction i3 required by the Examiner of
informalities listed by the Application Branch
and by the Draftsman before approval of the
request for defensive publication. Informali-
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‘(b{‘ it is considered advertising, frivelous, scan- -

‘public knowl- .

in the 0.G., or to.

‘handled as follows:

the nioted infor-
T IS GIVEN ONE (1)

' MONTH WITHIE WHICH TOMAKE T

CORRECTIONS NECESSARY FOR PUB-
Llrgmlnon'mpmd hin th 1
ailure to “within the set period wi
result in resumption of the Prmcugiz:_of the

application in the normal manner.” -
‘Where the heading *“Defensive Publication
Abstract” has been omitted, it is inserted by
Examiner’s Amendment, as are other correc-
tions to the abstract. The Examiner has the au-
thority to add to the abstract reference numerals
of the figure selected. for the O.G., and to
designate a figure of the drawing for printing
‘ change the selection made
by applicant by Examiner’s Amendment. .
Informalities noted by the Draftsman on the

‘Notice of Informal Patent Drawings should be

corrected where &% riate and should be
as The Examiner notes in pen-
cil in the left mrg::" -of the drawing the num-

~ ber of the ﬂénre for defensive publica-
tion in the O.G. and returns the drawing with

the file to the Draftsman for further considera-
tion in view of the request under Rule 139.
Although the selected figure itself must meet all
the drawing standards, the Draftsman may
waive requirements as to the remaining figures
which need be formal only to the extent of
being sufficiently clear for reproduction, The
Draftsman will note on the drawing and all
copies of the Notice of Informal Patent Draw-
ings “Approved for Defensive Publication
Only”. (?? the application is later passed to
issue, all drawing informalities must be cor-
rected). If the drawing correction requires
authority from the applicant, the Examiner
notifies him in writing that the request under

 Rule 139 is disappreved until authorization for

correction is received.

E. Preparation of an Application for Defensive
Publication

After determining thai the application is
acceptable for defensive publication the Exam-
iner indicates which papers, if any, are to be
entered. Amendments accompeanying the request
are not entered until approved by the Examiner.
If filed after receipt of the request, amend-
ments will be placed in the file, but will not be




.

' Issue and Gazette Branch complete

is affixed by the Examin
o jacket reserved for th

yublishing and O.G. citation of the Defi
ublication Retention Label. . = 7 no0
In the spaces titled “Prep. for Issee™ and
“Examined and Passed for Issue” the word
“Issue” is changed to—Def. Publ.—by the Ex-
aminer before signing. (The clerk’s signature
is not necessary). , G

The “blue issue” slip is used on defensive
publication applications and is completed in the
usual manner except that in the space desig-
nated for the Patent Number the Examiner
writes “Defensive. Publication”. Cross refer
_ "are designated only in those sublas

ere the Examiner believes the subject matter

- will be of significant interest to warrant, it.

With respect to the drawings the procedare
is the same as for allowance and the Examiner
fills in the appropriate spaces on the left mar-
gin, in the Draftsman’s “Approved” stamp

F. Citation of Prior Art in & Defensive

Publication Application

Since the. defensive publication procedure
makes the disclosure of an application avail-
able to the public, usually before it or any con-
tinuing application is patented, citation of
prior art under Rule 291 by any person or party
is accepted for consideration in the event ex-
amination is subsequently conducted. Such ci-
tation is endorsed on the file jacket “Contents™
bﬁv the Record Room, for the convenience of
the Examiner when preparing the applica-
tion or a continuing application of suea an
application for allowance.

G. Defensive Publication Application
Interferences

During the five year period from its earliest
U.S. effective filing date, interferences may
be declared between defensive publication ap-
plications and other applications and/or pat-
ents in accordance with existing interference
rules and procedures.

When making the interference search, the
Examiner inspects the prints or brief cards
of those defensive publication applications

96.1

: gm’n’ing “with' the

- Abandonment of a defensive publ

plication will be stayed during the period be- .
in estion of claims or the
ling of claims copied from a patent and end-
ing with the termination of the interference
goceedings or the mailing of a decision re-
sing the interference. - ,
Termination of the interference in favor of
the defensive publication application would
render the express abandonment ineffective but
would not result in the issuance of an enforce-
able patent. The Examiner cancels by Exam-
iner’s Amendment all the claims in the case -
except those awarded to _apglicant‘ and sends the
case to issue. The Notice of Allowance in these
cases will be accompanied by a statement in-

~ forming the upplicant that: when ‘the issue

fee is remitted, a disclaimer of the entire term
of the patent to be granted, must be included
in ‘accordance with 85 U.S.C. 283.

711.06(a} Citation and Use of Ab-
- stracts, Abbreviatures and
Defensive Publications as

References [R-17]

It is important that abstracts, abbreviatures

and defensive publications (O.G. Defensive
Publication and Defensive Publication Search
Copy) be referred to as publications and not
as patents or applications. These printed pub-
lications are cited as prior art under 35 U.S.C.
1025&) or 102(b) eflective from the date of
publication in the Official Gazette.
An application or portion thereof from which
an abstract, abbreviature or defensive publica-
tion has been prepared, in the sense that the
application is evidence of prior knowledge, may
be used as a reference er 35 U.S.C. 102(a),
effective from the actual date of filing in the
United States. S

These publications may be used alone or in
combination with other prior art in rejecting
claims under 35 U.S.C. 102 and 103.

Abstracts, Abbreviatures and Defensive Pub-
lications are listed with Other References in the
citation thereof as follows:

() Abstracts and Abbreviatures

rown, (abstract or abbreviature) of Serial
No, s s filed o _______ , published
31 R, S § X ¢ S g ON .
(Hist classification).
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Jonw, ,
NQ. ..o‘.-a..o.-.«-‘-o., ﬁlﬁl -

o o e G 20 0 52 e 5 0m OG -.—u—‘..;.;. _____ ‘
............. (list classification). -
tions thereof

d) Applications or designated port
( ) abrgtﬂncts, abbreviatures and dﬁfemnve pub-

lications

Jones, Application Serial No. —veeooouee-o R
filod oo » laid open to pubhc in-
spection on __-’-,-_-_, .......... as noted at
.......... ,0.6. - (portion of appli-

- cation relied on) (list classification).

712 Abandonment for Faxlure To Pay
Issue Fee [R——17]

Rule 316. Appuoaﬁon abandmd for faaare to pay
fssue fee. (&) Iftheteespecinedinthencﬁeeotal-
lowance is not paid within three months from the date
of the notice the application will be regarded as aban-
doned. Such an abandoned application will not be
considered as pending before the Patent Office.

(b) If the issue fee or portion thereof specified in the
notice of sllowance is not timely paid but is submitted,
with the fee for delayed payment, within three months
of its doe date with a verified showing of sufficient
cause for the late payment, it may be accepted by the
Commissioner as though no abandonment had ever
ocecurred.

Rule 817. Delayed payment of balance of the fssue
fee; lapsed petents. Any remaining balance of the
issue fee i3 to be paid within three months from the
date of notice thereof and, if not paid, the patent lapses
at the termination of the three-month period. If this
balance is not timely paid but is submitted, with the
fee for delayed payment, within three months of its
due date with a verified showing of sufficlent canse for
the late payment, it may be accepted by the Commis-
sioner as though no lapse had ever cceurred.

An application abandoned by reason of fail-
ure to pay the issue fee was formerly referred to
as a forfeited application.

When the three months’ period within which
the issue fee might have been paid has expired,
the file is returned by the Issue and Gazetts
Branch to the Examining Group. Certain cler-
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period

ment, it is pmibla to gmiﬁsm
to have the app ie&&imiﬁmﬁ fea patmxt. Such
t.;gn xgiust f .h a verified shmzi
ing of sufficient «‘am or & @s ate payment, an
accompanied by thag roper issue fee and the fee
for late payment. If such a petition accom-

panied by s required fess is not filed within

'the three month period following the abandon-

ment (six months after the date of the notice of
allowance) and granted, such abandoned apph-
eation cannot be revived. In this respect an
abandoned application that has passed

the six months’ peried indicated in Rule 316

differs in status from an application that has be-
come abandoned under the provisions of Rules
135 and 138 in that the latter may be ravwed
under the pramsmna af Rule 137 s

713 Interviews

The personal appearance of an applicant,
attorney, or agent before the Examiner pre-
senting matters for the latter’s consideration
is considered an interview.

713.01 General Policy, How -Con-
duacted [R-17]

Ezxtract of sule 138. Imterviews. (a) Interviews
with examiners concerning applications and other mat-
ters pending before the Office must be bad in the exam-
iners’ rooms at such times, within office hours, as the
respective examinens may designate. Interviews will
not be permiited at any other time or place withount the
authority of the Commissioner. Interviews for the
discuszion of the patentability of pending applications
will not be hed before the first official action thereon.
Interviows should be srranged for in advance.

Interviews are permissible on any working
day except during periods of overtime work.

An interview should normally be arranged
for in advance, as by letter, telegram or phone
call, in order to ingure that the Primary Exam-
iner and/or the Examiner in charge of the ap-
plication will be present in the Office. When a
second Art Unit 18 involved (Patentability Re-
port), the availability of the second Examiner
should also be checked. (See 705.01(f).) An
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notified immediately 5o that substitute srrange-
ments may be made. When s telephone call iy
made to an Examiner and it becomes evident

that & lengthy discussion will ensue or that the
Examiner needs time to restudy the situation,
the call should be terminated with an agree-
ment that the Examiner will call back at a speci-
fied time. Such s call and all other calls origi-
nated by the Examiner may be handled through
the FTS (Federsal Telecommunications,Sysml)
even though a collect call had been suthorized.
It is helpful if amendments include the complete
telothna number with area code and extension,

referably near ths si of ‘the writer.
}l)’behune ' Bppe of an at:gm:y:or
applicant requesting an interview without any
pggvious ‘notice t;ntie :Examiner may well jus-
tify his refusil of the interview at that time,
particularly in an involved case. An Examin-

er’s W ion of allowxhhsub{)eet matter may
justify his indicating the possibility of an in-
terview to accelerate early agreement on allow-
able claims. o

An interview should be had only when the
nature of the case is such that the interview
could serve to develop and clarify specific is-
sues and lead to a mutual understanding be-
tween the Examiner and the applicant, and
thereby advance the prosecution of the applica-
tion. Thus the attorney when presenting him-
self for an interview should be fully prepared
to discuss the issues raised in the Office action.
When it is ocbvious that the attorney is not so
prepared, an interview should not be permitted.

The Examiner should not hesitate to state, if
such be the case, that claims presented for con-
siderstion at the interview require further
search and study. Nor should the Examiner
hesitate to conclude an interview when it ap-
pears that no common ground can be reached
nor when it becomes apparent that the appli-
cation requires further amendment or an addi-
tional action by the Examiner.

It is the duty of the Primary Examiner to
see that an interview is not extended beyond a
reasonable period even when he does not per-
sonally participate in the interview.

During an interview with an applicant who
is prosecuting his own case and is not familiar
with Office procedure the Examiner may make
suggestions that will advance the prosecution

response to a first complete action

includes & request for an interview or s tele-
phone consultation to be initiated by the exam-
iner, or where an out-of:-town attorney under
similar circumstances requests that the exam-
iner defer taking any further action on the case
until the attorney’s next visit to Washington
(provided such visit is ‘not beyond the date
when the Office action would normally be
givén), the examiner, as soon as he has consid-
ered the effect of the response, should grant
such request if it appears that the interview or
consuitation would result in expediting the case
to & final actmn Coaa b

‘Where agreement is reached as a result of an
interview, applicant’s representative should be
advised that an amendment purtmant to the
agreement should be promptly submitted. If
the nmendment prepares the case for final ac-
tion, the examiner should take the case up as
special. If not, the case should await its turn.

Consideration of & filed amendment may be
had by hand delivery of a duplicate copy of said
amendment. | . ., .

Early communication of the results of the
consideration should be made to applicant; if
requested, indicate on attorney’s copy any agree-
ment ; initial and date both copies..

Although entry of amendatory matter usu-
ally requires actual presence of the original
paper, examiner and clerical processing should
proceed as far as practicable based on the dupli-
catecopy. The extent of processing will depend
on each amendment.

Exammvarion sy Exayner Oruer Toaw Tae
One Wxo ConNpocrep Tar INTERVIEW

Sometimes the Examiner who conducted the
interview is transferred to another group or
resigns, and the examination is continued by
another Examiner. If there is an indication
that an interview had been held, the second
Examiner should ascertain if any agreements
were reached at the interview. Where condi-
tions permit, as in the absence of a clear error
or knowledge of other prior art, the second
Examiner should take a position consistent
with the agreements previously reached. See
812.01 for a statement of telephone practice in
restriction and election of species situations.

Rev. 11, Jan. 1067



in the gluup should ba penmb

w& only ‘s‘h the congent. of the anary Exq

aminer. ;
Expounpine PATENT Law
The Patent Oﬁm cannot act as an ex-

¥ounder of the patent law, nor as & connsellor,

or individuals.

713.03 Interview for “Sonnding Ont”
Examiner Not Penmued

Interviews that are solely for the | purpose of
“soundmg out” the Examiner, as by s local at-
torney for_an. out-of-town attorney,
should not be permitted when it is l?p&u-en(: that
any agreement that would be reachéd is condi-
tional u
atborney

713.04 Suhunee of Interview Mnst
Be Made of Record

The substance of an interview must always
be made of record in the application, particu-
larly where ent between attorney and
the Examiner is reached. Rule 133 (second

paragraph) specifically requires that:

{b) In every instance where reconsideration is re-
quested in view of an Interview with an examiner, a
complete written statement of the reasons presented at
the interview as warranting favorable action must be
filed by the applicant. An interview does not remove
the necessity for response to Office actions as specified
in rules 111, 133,

This is further brought out by the followmg
Rule:

Rule 2. Business to de fransacted in writing. All
business with the Patent Office should be transacted in
writing, The personal attendance of applicants or
their attorneys or agents at the Patent Ofice is un-
necesgary. The action of the Patent Office will be based
exclusively on the written record in the Office. No at-
tention will be paid to any alleged oral promise, stipu-
lation, or understanding in relation to which there is
disagreement or doubt.

To insure that any mutually acceptable con-
clusions reached at an interview are understo
by both parties, a memorandum sumimnarizing

Rev, 11, Jan. 1067

pon being sahsfactory to the’ pnnc1pal’

thm effect. The mamomdnm be suffi-
ciently complete to make cleer to- others the
issues resolved amd/or dmcumed m t:he inter-
view.

Some Examiners prepam, for tlmw own in-
formation, informal notes setting forth what
cccurred at the - interview. These informal
notes do not become an officiel part of the
record. A convenient arrangement is:to meke
the notes on 4 by 8-cards: which may . be re-
tained with the file wrapper by:means of the
slits in the flap.  All notes a%m&kl be. mmove&
from the file at the time of aliowsnce. .

Themmndadxmm&ahwemnotan
official gart of the record, snd should be re-
moved theﬁlexfandwhenthecasels
passed to issue.

ExAMINER O Cm:cx ¥OR ACCURACY

Applicant’s summary of what took place at
the interview should be carefully checked to
determine the accuracy of any statement at-
tributed to the examiner during the interview.
(a) If there is an inaccuracy and it bears di-
rectly on the question of patentability, it should
be pomted out in the next Office letter. If
the claims are allowable for other reasons of
record, the Examiner should withhold allow-
ance by means of an ﬁesaﬁe Quayle action
until the record is clari (b) If the insc-
curacy does not bear directly on the question
of patentability, the case may be sent to issue,
if allowable for reasons of record, but the Ex-
aminer should send a letter settmg forth his
version of the statement attributed to him.

An inaccuracy with respect to an argument
presented at the interview; e.g., including in
the summary of the interview an argument not
then presented, should be treated as in (a) or
(b) above.

713.05 Interviews Prohibited or
Granted, Special Situations
Saturday interviews, see 713.01.
Except 1n unusual situations, no interview is

permitted after the brief on appeal is filed or
after a case has been to issue.




Pro netyotcmﬁmu' 1, tials = ~ nformal
a.tent ce employees sre ' character that there is serious uestmnasm
either oral or vmtten emnmumeatmn with a whether such persons are entitled to any infor-

98.1 Rev. 11, Jan. 1987



“be"‘m""mxy“" Ty o s the
va we =mve ap-
 from abmdonmnt. 4 (Ses 408.) -

Panod” whwhxstbetmbutw&n
the filing of app]icax_lt’s thorough first response

and a concluding by the examiner, for at-
i ers more remote, telephone
e osa gt epihast o sle
on tele-
hone mternsc{vsp initiated by the Examiner.
Borthsremn,ltlsno longer deemed neces-
sary for an eg request a telephone
interview as specified in the old Optimum Ex-
Procedure memos. See 408
The Examiner, by making a telephons call,
may be able to suggest minor, probably qmckly
acceptable which would result in
allowanee. , are major questions or
su?mom, tho call might m them concisely,
an auggestafnrtharmlephmurmmml
interview, at s ﬂ
applicant more time for eonmdmmm fore

discussing the points raised.
For an interviesw with an examiner who doss

not have negotistion authority. . ta
should siways include an oxaminer m does
have such suthority, and who has familiarized

himself with the case, so that euthoritative
agremmntmybamahedutthemofﬂm

Grourm I":' n
For attorneys h y b
profer personal intersioms, tho gromad inter

Tooal x'epzl'e--i

'Ihe mvenmn n qmﬁmn may be exhibmed
or demonsirated during the interview by s
modelthmfwhchmyhasentwﬂm
prior to the interview where it is received in
the model roomandfmm!e&tothegronp
A model is not to be received by the Examiner
“from the & antorhisatcomey
Ses 608.03 and 608.0
Oftenumsmdeloraxhibitxsmtgmn
into the ¢  of the Office but is t

oA

-
Demonstrations of apparatas or exhibits too
large to bo“btofnghtmw the Office ma be

e e b e ot S
in wi -
mary Exsminer. It is presumed that the wit-
esmngafthedmonmumorthemwemng
of the exhibit is actually essential in the de-
velo ing and clarifying of the issues involved
application.

7 13.09 Finally Rejected Application
N one interview fter final rejection
ormally ﬂ; rej

msmmbmi
owtmtofthenﬁwnmmustbegv’
ith the

apmvﬂoftbaanai;yExminer,mmm'-

vinced dmmlm#clmﬁw:mforappml
Bew. 15, Jan, 1608



myamdbdomoraﬁa‘ﬂteﬁntenmfmﬂmm&

action, and alsp after the second or subsequent exam-

matlonormcmﬁdemﬂmuwnedinmhmﬂr

whmanduweeiﬂmnymuhﬂbythemm
See also 714.12,

714.01 Signamm to Amendmenu

To facilitate any te call that may be-
COme Necessery, it 18 recommendad that the com-
plete teleplwm number with ares code snd ex-
w ferably near the signature.
Noee 80604- to 606.06(s) for a discussion of sig-
natures to the application.

714.01 (a) Uxmg:ed or lmproperly

‘Signed Amendment [R-
16] -

_An unsigned smendment or one not properly
gigned by & person having authority to prose-
cuteﬂneeugezngeentemd. This ap phes,fg;
instance, w amendment wmgmd
one only of two applicants and the ons si

hmmtbmgxmapowsraf&%ameybym ‘

other applicant. o
When an unsigned or xmpm rl
amendment is received the an pe y

Bev. 16, Ape. 1888

be

714.01 {e) ’ sm by Amey’m af
: " [R-16]

sttorney whaose is not of rec he
should noﬁﬁecht:x ﬂmdment cannol

sttorney of record, xfwembeone, or to ap-

plicant.
If the amendment is signed
not of record and arrives afier tg% dﬁm
attorney of record, see 406,
714.081(d) Am S
pﬁm But Not by Attor-
ney @f Record {R-Iﬁj
If an smendment
is received in an ap;
is & duly appointed

ghould be entered snd scted
should be called to Rule 3. customsry
copies of the sction should be wpamd,mm

two

only gent to the sttorney md other

dn-eet to Afﬁ’hm The notation: “Copy to
ould appear on the original snd

copies.
714».01(e) Power of Attorney to s
Firm

Seo 402.08, 402.04, 402.04(n).

100




aftuemmoxmmm mm
or the objections made. Hammmmwm
amendments avoid vesl referencse or objections.  (Bee
rules 185 and 198 for time for reply.) ,

In all cases where response to a requirement

is indicated as mecesmary to further comsiders-
tion of the claims, or where allowable subject
matter has been indicated, a complete response
must either comply with the formal reguire-
ments or specifically traverse each one not com-
plied with.

Drawing and spemﬁca,tlon corrections, pres-
entation of a new oath and the like are gener-
ally considered ss formal matters. Howsver,
the line between formsl matters and those touch-
ing the merits is not sharp, and the delermina-
tion of the merits of & case may require that sach
corrections, new oath, etc, be insisted upon
prior to any mﬁuﬁon of allowable snb;ew

Ruls 119. Amendment of olaime. The cla’.s may be
amended by canceling particular claims, by presenting
new clelms, or by rewriting parteular claims ss in-
dicated in Bule 121. The reguirements of Rule 111 must
be complied with by pointing out the specific distine-
tlons believed o render the claims pateniable over the
mmmﬁm srguments in wuppost of new

wbmquem mnﬁnalmmm the merits which

full : ]
reSpORSe mm;t be completed within the time
period in order to avoid the qmetmm of aban-

donment. ‘See 714.05.

Where a bons fide response to an Exumner’s
action is filed before the expiration of a per-
missible period, but through an apparent over-
sight or insdvertencs some point necessary o 8
complets respomss has beem omitted,—euch as
an ammdmtormrg&mem a8 to omortwoof
several clsims involved or signatuve to the

Y @ RIRE
take m befom tha of the peried.
If thm is done the apphwhm should not be
handoned even though the prescribed
ired. See Rule 185(c). Similarly,

p@mmﬂ
where there is an informality as to the fee in

connection with an amendment presenting addi-
tionsal elaims in & case filed on or after ber
25, 1965, the applicant is notified by the clerk
on form POL 319. See 607 and 714».10




 ment NoAlmmpe Te
' alble Nw&ty

r Should Immediate!y

ially those filed

near the end of emtutorypenad should be

inspected immediately upon filing to determine
wheﬂmr ﬁwy are completely responsive to the
Office action so ss to prevent sban-
onment of the application. If found inade-
quste, md sufficient time remains, applicant
should be notifisd of the &aﬁmencms end
warned to com 1@&&;@ within the
statutory pi 14.08.
All smended casee when put on the Exam-
lnm&mmmmmmbymm@w

”ﬁagw smendment is properly signed
If the smendment has been filed within the
!'tmm Od set shortened Wmod ﬁr cime
Bmit (710).
If umdmmt is fully responsive.
714,08 and TI4.04.

Hev. 18, Ape. 1968 108

714.06 Amendments Sent to Wrong

Group .
Seo 508.01.
714.07 Amendmenis Not in Perms-
nent Ink
Raule 58(a) requires “permanent ink” to be
used on papers which will become part of the
record and In ye B , 1088 C.D. 5; 744
0.G. 358 holds that dmmmﬂ on so-ca.lied
“eagily erasable” paper viclate the requivement.

The fuct that, Rule 52(s) has not been com-
plied with may be discoversd as soon as the
smendment reaches the ex&mmmg Zroup or,
ﬂmméém the mmhed for aetéiion. In
instance, is promptly noti-
M%theﬁalmendmtmmtenwmdﬁ :
Tequ to file a permanent copy wit
month or to order & copy to be made by the
Patent Office at his exypv Physieal entry
of the amendment will | m&@fmmthepem-

:: I  within
th@lmmthp@ﬁ@&,&wymmadsbym




ng or good_, : '
factm'y paper are acceptable. But see In re
Ap Papers Filed Jan. 20, 1956 708

714.08 Telegraphic Amendment

When a telegraphlc amendment is received,
~ the telegram is placed in the file but not entemd
If confirmation of this amendment by a properly
‘signed formal amendment does not follow 'in
due time, the apphcant is notified that’ proper
confirmation is required; otherwise, the tele-
gram will not be accepted as a response ‘the
former Office action. If he does. confirm
promptly, the amendment is entered. (See Ex
parte Wheary, 1918 C.D. 253; 187 O.G. 534.)

‘The same test as to eompleteness of response
apphes to an amendment sent by telegraph as
to one sent by mail. See 714.02.

714 09 Amendments Before Flrst
Office Action

An amendment filed before the first Office
action, even one filed along with the original
application, does not enjoy the status of part of
the original disclosure. See 608.04(b).

In the case of Rule 147 ( (unexecuted) appli-
cations, an amendment stati that “Thisis a
division of aPpllcatlon Serial No. ... s filed
___________ should accompany the apphcatxon,
but no other amendments to the specification
or drawing should be requested until the appli-
ﬁaiggn has received its serial number and ﬁlmg

a

714.10 Claims Added in Excess of
Filing Fee

The new Fee Act, effective October 25, 1965,
provides for the presentation of claims added in
excess of filing fee. On payment of an addi-
tional fee (see 607), these excess claims may be
presented any time after the application is filed,
which of course, includes the time before the first

102.1

o
part}) if the new M&l of e!axms would exmed

thanumbereowmd bytlmﬁh:gfea. The fact

of, and reasons for, mnentry all be mclnded

in the ﬁrst acc:on. &

714 11 Amendmen Filed During in.

terferem
See 1111.05.

714- 12 Amendmenu After Final Re-
jection or Action

M 116. Amendments after final action. (&) After
ﬁnal reject!on or aet!on (rule 118) amendtnentz mny
be made cancell!ng cwms or complying with aﬁy re-
qulrement of form whieh has been made. and amend-
ments prewuting rmcted claimp iyn,_,beﬂ:er form for
consideration on appeal may be admitted ; but the ad-
mission of any such. amendmaxt or ltn refusel, and any
proceedings relative thereto, shall not operate to re-
lieve the application from Its condition &s subject to
appeal or to save it from sbandonment under rule 135.

(b) If amendments touching the merits of the appli-
cation be presented after final rejection, or after ap-
peal has been taken, or when such amendment might
not otherwise be proper, they may be admitted upon a
showing of good and sufficient reasons why they are
necessary and were not earlier presented.

{¢) No amendment can be made as a matter of right
in appealed casez. After decision on appeal, amend-
ments can only be made as provided in rule 188, or
to carry into effect & recommendation under rule 186.

Once a final rejection that is not premature
has been entered in a case, applicant no longer
has any right to unrestricted further prosecu-
tion. This does not mean that no further
amendment or argument will be considered.
Any amendment that will place the case either
in condition for allowance or in better form
for appeal may be entered. Also, smendments
complying with objections or requirements as
to form are to be permitted after final action in
accordance with Rule 116(a). Ordinarily,
amendments filed after the final action are not
entered unless approved by the Examiner. See
706.07(e), T14.13 and 1207,

Rev. 18, Jan. 1948



Such a Jetter is important because it may act
as & safeguard against a holding of abandon-
ment. It may avoid an unnecessary sppeal.
Every effort should be made to mail the lette
before the statutory period expires. =

Fivar Respcrion—Tiue vor Respoxse

The ﬁliug, of a timely response to a final re-
jection having a shortened statutory period for
response will operate to extend the period for
appeal or filing of a continuing case an addi-
tional month, but in no case to exceed six months
from the date of the final action. =~
~ An object of this practice is to obviate the
necessity for appesl or filing a continuing case
merely to gain time to consider the examiner’s
position in reply to an amendment timely filed
after final rejection. ~ R

Present practice relating to the treatment of
amendxlnentsdagtqf final rgiection will coéxtinue
to apply and failure to file a response during
the three-month period will, as heretofore, re-
sult in abandonment of the application. In
any case where this one-month extension ap-

lies and an amendment is officially received
uring this additional month, the amendment
will not be entered or responded to unless it
prima facie places the apgr ication in condition
for allowance (e.g., cancels all rejected claims,
fully complies with all examiner suggestions,
requirements, etc.) '
1s0, during this additional month no ap-
plicant- or attorney-initiated interview will

permitted.

Extay Nor s Marrer or Ricrr

It should be kept in mind that applicant
cannot, as a matter of right, amend any finally
rejected claims, add new claims after a final
rejection (see Rule 116) or reinstate previously
canceled claims. Except for the provisions of
items 8 and 4 of 714.20, applicant’s failure to
properly respond within the statutory period
results 1n abandonment.

See also 1207 and 1211,

Rev. 14, Oct. 1067

| Y‘?Wee;o;w uld WPMY the issues on &
~Ordinarily, the Y I

5 Bt least, be given sufficient con-
Sigel iine whether it obviousl
laces any claims in condition for al-

peal.
“the specific deficiencies o? the
amendment need not be discussed. The reesons
shonld be concissly expressed. 'For example,

(1) the claims, if amended as proposed, would
not avoid any of the rejections set forth in the
last Office action, and thus .the ‘amendment
would not place the case in condition for allow-
ance or in better condition for appeal,

(2) the claims, if amended ss proposed,
would avoid the rejection on indefiniteness but
would not avoid the rejection on the references.
The amendment will be entered npon the filing
ofanappesl, . .

~ (3) the claims as amended present new is-

sues muirhg further ‘consideration or search,
‘1_(4) smg}:s o amendment presents 3dditiom]
claims without canceling & corresponding num-
ber of finally m]ectelzlnghxms it 18 ‘nu‘ltngonsi&-'
ered as placing the spplication in better con-
dition for appeal; Ex parte Wirt, 1805 C.D.
247; 117 0.G. 598.

Applicant should be notified, if it is a fact,
that certain portions of the amendment would
be acceptable as placing some of the claims in
better form for appeal or comply with objec-
tions or requirements as to form, if a separate
paper were filed containing only such amend-
ments. Similarly, if the proposed amendment
to some of the claims would render them allow-
able, applicant should be so informed. This is
helpful in assuring the filing of a brief con-
sistent with the claims as amended. A state-
ment that the final rejection stands and that the
statutory period runs from the date of the final
rejection is also in order. :

The use of POL-303, 3032 as outlined in a
memo to all Examiners, dated October 27, 1965,
expedites the practice after final rejection.

£ no appeal has been filed within the statu-
tory period for response and no amendment has
been submitted to make the case allowable or
which can be entered in part (see 714.20), the
case stands abandoned.

Finar Action anp Pre-ApreaL

The prosecution of an application b;fore the
examiner should ordinarily be concluded with
the final action. However, one personal inter-

102.2




plicant for a personal interview after final
should be granted, but in exceptional cireum-
stances, a second personal interview may be

initiated by the ewaminer if in his judgment -

this would materially assist in placing the ap-
plication ifi condition for allowance.

Any amendments submitted under Rule 116
(a) and Rule 116(b) for purposes of appeal
should be presented in the first response after
final action and will be considered as heretofore;
if any amendments are submitted after the ex-
aminer’s reply to such first response, they should
be refused entry as not warranted at this stage
of prosecution, even though such amendments
allegedly present rejected claims in better condi-
tion for appeal. (See 1207.) Similarly, no affi-
davit should be considered if presented later
than with the first response after final unless a
showing is made under Rule 116(b). How-
ever, if an affidavit is presented with or asa first
vesponse after final and prior to a Notice of
Appeal it should be entered and considered
without requiring a showing under Rule 116(b).

The practice will be continued of advising
applicant by means of the recently introduced
form letter (POL~-303) as to the d‘irsposition of

102.3

view and one written response by applicont may  proposed
be entertained after such final M%f circum~  the effect of any argumen
' - mitted in the firs¢

stances warrant. Thus, only one request by ap-

woxs 0 maas

amendments to the claims and as to
t or affidavit sub-

1 o afﬁerﬁﬁnai sction,
I & response subssquent to the first

after final action is received before appeag and
which on its {cwe clearly places the agg)lication
in condition for allowance, it shonld be entered
and a notice of allowability (POL-255)
promptly sent to applicant; if such subsequent
response does not on its face place the applica-
tion in condition for ailowance, it should not
be considered further (unless, in the examiner’s
judgment, there are only minor matters which
could be readily cleared up in a telephone inter-
view leadingl to s notice of allowance) and
should be refused entry. A form letter (POL~
309) will be used for notification that such
subsequent responses do not place the applica-
tion in condition for allowance.

Requests for extension of the shortened statu-
tOl}‘- period for reply after final action, under
Rule 136(b), will be considered by the Primary
Examiner; petitions for further extensions wiil
be decided b{ethe Group Manager.

It should be noted that, under Rule 181(f),
the filing of a Rule 181 petition will not stay
the period for reply to an Examiner’s action
which mafy be running against an application.
See 1207 for appeal and post-appeal procedure.

Rev. 14, Oct. 1847




de ' ;n ‘pro amend-
. mh?%g\giscm which
is inent to the claims as amended. ~The

practica set. forth in 1207 should be followed.

71414 Amendments Afier Allowanee
of Al Claims

1der the decision in Ex parte Quayle, 1935
C.D. 11; 453 O.G. 213, after all clatms in a
case have been allowed the prosecution of the
case on the merits is closed even though there
may be outstanding formal objections whic
preclude making the action final. ~

Amendments touching the merits are treated
in a manner similar to amendments after final
rejection, though the prosecution may be con-
tinved as to the formal matters. See 714.12
and 714.13. _ : -

- Ses 607 for additional fee requirements.

714.15 Amendment Mailed Before,
But Received in ammini
Division After Allowance

Where an amendment, even though prepared
by applicant prior to allowance, does not reach
the gﬂice until after the notice of allowance
has been mailed, such amendment has the
status of one filed under Rule 312. Its entry
is & matter of grace. For discussion of amend-
ments filed under Rule 312, see 714.16 to
714.16(e).

If, however, the amendment is filed in the
Office, but is not received by the Examiner
prior to the mailing out of the notice of allow-
ance, it has the same standing in the case as
though the notice had not been mailed. Where
the case has not been closed to further prose-
cution, as by final rejection of one or more
claims, or by an action allowing all of the
claims, applicant may be entitled to have such
amendment entered even though it may be
necessary to withdraw the application from
issue. l'Syuch withdrawal, however, is unneces-
sary if the amendatory matter is such as the
Examiner would recommend for entry under
Rule 312.

As above implied, the case will not be with-
drawn from issue for the entry of an amend-
ment that would reopen the prosecution if the
Office action next preceding the notice of allow-
ance closed the case to further amendment,
i.e, by indicating the patentability of all of
the claims, or by allowing some and finally
rejecting the remainder.

296-%81 7y - 67 - 4

103

»

. e Sunylor 1058500, 115
not of rig e Quayle, 1085 CiD: 113
458 O.G. 213). mhm extent ‘the pradtice
affecting the status of an amendment received
in the Office on the date of mailing the notice
a8 set forth in Ex parte Miller,

of allowance,
1922 C.D. 86; 805 O.G. 419, is modified.

714.16 Aﬁéﬂdﬁent After Notice of
o Allowance, Rule‘3l2 o

Rule 312, Amendments after allowence. Amendments
after the notice of allowance of an application will
not be permitted as a matter of right, but may be made,
if the printing of the specification has not begun, on
the recommendation of the Primary Examiner, ap-
proved by the Commissioner, without withdrawing the
case from issue.

The Commissioner has delegated the ap-

roval of such recommendation to the Group

A supplemental oath is not treated as sn
amendment under Rule 312, see 603.01. ‘

After the Notice of Allowance has been
mailed, the application is technically no longer
under the jurisdiction of the Primary .1%':-
aminer. He can however, make Examiner’s
Amendments (See 1302.04) and has authority
to enter amendments submitted after Notice of
Allowance of an application which embody
merei%y the correction of formal matters in the
S cation or drawing, or formal matters in a
claim without changing the scope thereof, or the
cancellation of claims from the application,
without forwarding to the Group Manager for
approval. (Basis: Order 3311.)

Amendments other than these require ap-
proval by the Group Manager. He also
establishes Group policy with respect to the
treatment of Order 3311 amendments directed
to trivial informalities which seldom affect sig-
nificantly the vital formal requirements of any
patent; namely, (1) that its disclosure be ade-
quately clear, and (2) that any invention pres-
ent be defined with sufficient clarity to form an
adequate basis for an enforceable contract.

Consideration of an amendment uiader Rule
312 cannot be demanded as a matter of right.
Prosecution of a case should be conducted be-
fore, and thus be complete including editorial
revision of the specification and claims at the
time of the Notice of Allowance. However,
where amendments of the type noted are shown
(1) to be needed for proper disclosure or pro-
tection of the invention, and (2) to require no

Rev. 13, July 1987




V,mi pire
with, respeot. to

ol S

under Rule
See 713.04 and 713.10 regard:

y% in the: camof an»ammdineﬁt
12, as'in ordinery :Amendments.
interviews,

As to amendments. affecting the, disclosure, the

ﬁcﬁmbf any,claim. or that add a claim, the re-
ma

acconipanying’ the amendment must
fully and clearly state the reasons on which
reliance is placed to show: (1) why the amend-
ment is needed; (2) why the pro
amended or new claims require no additional
search or examination; (3) why the claims are
patentable and, (4) wixy they were not earlier
presented. 5 :

Nor To Bt Usep ror CoNTINUED PROSECTTION

Rule 312 was never intended to provide &
way for the continued prosecution of appli-
cation after it has been passed for issue.  When
the recommendation is against entry, a detailed
statement of reasons is not necedsary’ in sup-
port of such recommendation.’ ' The’ simple
statement that the ‘;;ropased claim is not obvi-
ously allowable and briefly the reason why is
usually adequate. Where appropriate, any one
of the following reasons is considered suffi-
rient: (1) an additional search is required, or
{2) more than a cursory review of the record
i3 necessary, or (3) the amendment would in-
volve materially added work on the part of the
Office, e.g. checking excessive editorial changes
in the specification or claims. -

Where claims added by amendment under
Rule 312 are all of the form of dependent
claims, some of the usual reasons for non-entry
are less likely to apply although questions of
new matter, sufficiency of disclosure, or undue
multiplicity of claims could arise.

See 607 and 714.16(c) for additional fee
requirements.

714.16(a) Amendments Under Rule
312, Copied Patent Claims

See 1101.02(g) for the procedure to be fol-
lowed when an amendment is received after no-
tice of allowance which includes one or more
claims copied or substantially copied from a
patent.

The entry of the copied patent claims is not
2 matter of right. See 714.19 item (4).

See 607 and 714.16(c) for additional fee
requirements.

Rev. 13, July 1967

_ander Rule
the amendment is not entered unless and until

714.16(b)

»

‘ case in issue,

i

: Wiﬁeﬁ% E

231(2)(8) applies to

the motion' has besn granted. . See'1105.08. (

#

714.16(c) Amendment Under Rule
7 312, Additional Clalms
“If the application was filed on 'or after Octo-
ber 25, 1965, and the amendment under Rule 812
adds claims (total and independent) in excess
of the numb@;grevmusly paid for, additionsl
fees ave required. The amendment is net con-
sidered by the Examiner unless accompained by
the full fee required. - See 607 and 35 U.S.C. 41

Amendments: uinder :Rule. 312 are sent by
the Mail and Correspondence Branch to the
Issue and Gazette Branch which; in turn, for-
wards the proposed améndment, file, and draw-
ing (if any) to the group which allowed the
application. In the event that the class and
subclass in which the application is classified
has been transferred to another group after
the application was allowed, the proposed
amendment, file and drawing (if any) are
transmitted directly to said other group and
the Issue and Gazette Branch notified. If the
Assistant Examiner whe allowed the applica-
tion is still employed in the Patent Office but not
in said other Group, he may be consulted about
the propriety of the proposed amendment and
given credit for any time spent in giving it
consideration. -

The amendment is PROMPTLY considered
by the Examiner who indicates thereon
whether or not its entry is recommended. It
should be kept in mind that the words “rec-
ommended” or “not recommended” are used
instead of “entered” or “not entered”.

_ If the amendment is favorably considered, it
is entered and a notice of entry (POL-271) is
repared. An “Entry Recommended under
ule 312" stamp is then applied to the amend-
ment and to the notice of entry (under the
prianted word “Report”). The Primary Exam-
mer indicates his approval by signing under
tha recommendation on the amendment and by
stamping and signing his name under the rec-
ommendation on the notice of entry.

104




ng out of the appropriate form by
the clerk does not signify that the amendment
has been admitted; for, though actually en-
tered it is not officially admitted unless and
‘until approved,
See 607 and 714.16(c) for ‘additional fee
requirements.

Amxnuzm Unoer OrbeEr 3811

Amendments concerning merely formal mat-
ters do not require submission to the Group
Manager prior toentry. See 714.16. The notice
of entry (POL-271) is date smmgdmldm@ilgd
by the examining group. If such amendments
are d\i,sa(ﬁproved either in whole or in part, they
are handled like those not under Order 3311
714.16(e) Amendments Under Rule

The general rule that an amendment cannot
be entered in part and refused in part should
not be relaxed, but when, under Rule 312, an
amendment, for example, is proposed contain-
ing a plurality of claims or amendments to
claims, some of which may be entered and some
not, the “acceptable claims or amendments
should be entered in the case. If necessary.
the claims should be renumbered to run con-
secutively with the claims already in the case.
The refused claims or amendments should be
canceled in lead pencil on the amendment.

The Examiner should then submit a report
(POL~271) recommending the entry of the ac-
ceptable portion of the amendment and the non-
entry of the remaining portion together with
his reasons therefore. The claims entered
should be indicated by number in this report.

Handling is similar to complete entry of a
Rule 312 amendment.

If the application was filed on or after Octo-
ber 25, 1965, entry in_part is not recommended
unless the full additional fee required, if
any, accompanies the amendment. See 607,
714.16(c).

714.17 Amendment Filed After the Pe-
riod for Response Has Expired

When an application is not prosecuted
within the period set for response and thereaftay

714.18 ' Entry of Amendments

- Amendments are stamped with the date of
their receipt in the group., It is important
to observe the distinction which exists between
the stamp which shows the date of receipt
of the amendment in the group (“Group Date”
stamp) and the stamp bearing the date of re-
ceipt of the amendment by the Office (“Office
Date” stamp). The latter date, placed in the
left-hand corner; should always be referred to
in writing to the applicant with regard to his

~amendment. - T
-+ 'The amendment or letter is placed in the file,

given its number as s paper in the application,
and its character endorsed onthe file wrapper
. .When several smendrents are made in an ap-
plication ‘on the same day no parti order
as to the hour of the receipt or the mailing of
the amendments can be assumed, but considera-
tion of the case must be given as far as pos-
sible as though all the papers filed were a com-
posite single paper. L n
After entry of the amendment the applica-
tion is “up for action.” It is placed on the
Examiner’s desk, and he is responsible for its
roper disposal. The Examiner should imme-
iately inspect the amendment as set forth in
714.05. er inspection if no immediate or
special action is required, the application
awaits re-examination in regular order.
Amendments or other pag)ers filed in cases
before the Law Examiner should be promptly

forwurded to him.

714.19 List of Amendments, Entry
Denied

The foliowing types of amendments are or-
dinarily denied entry:

1. An amendment presenting an unpatent-
able claim, or a claim requiring a new search
or otherwise raising a new issue in a case whose
gzosecutxon before the Primary Examiner has

en closed, as where

(a) All claims have been allowed,

(b) Al claims have been finally rejected (for
exceptions see 714.12, 714.13, and 714.20(4))

(c) Some claims allowed and remainder
finally rejected. See 714.12 to 714.14.

Rev. 14, Oct. 1967
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limit set or a reasonsble:extension theres
unless entry is authorized by the Commis-
sioner. See 1101.02(f). )

4. While copied. patent claims are generally
admitted even though the case is under final
rejection or on appeal, under certain. condi-
tions, the claims may be refused entry. See
1101.02(g).. . ,

5. An unsigned or improperly signed amend-
ment or one signed by a disb attorney or
any person having no authority. =

6. An amendment filed in the Patent Office
after the expiration of the statutory period or
set time limit for response. See 714.17.

7. An amendment so worded that it cannot
be entered with certain accuracy. See 714.23.

8. An' amendment cancelling all of the
claims and presenting no substitute claim or
claims. (711-01.) i

9. An amendment in a case no longer within
the Examiner’s jurisdiction with certain ex-
ceptions in 'applications in issue (714.16), ex-
‘cept on approval of the Commissioner.

10. An.endments to the drawing held by the
Examiner to contain new matter are not en-
tered until the question of new matter is set-
tled. This practice of non-entry because of
alleged new matter, however, does not apply
in the case of amendments to the specification
and claims.

11. An amendatory paper containing objec-
tionable remarks that, in the opinion of the
Examiner, brings it within the condemnation
of Rule 3, will be submitted to the Commis-
sioner with a view toward its being returned
to applicant. See 714.25.

12. Amendments not in ‘Permanent. ink.
Amendments on so-called “easily erasable
paper.” See In re Benson, 1959 C.D. 5; 744
0.G. 353.

13. In an application filed before Qctober .3,
1965, an amendment filed before the first ac-
tion increasing the number of claims when the
total of claims would be in excess of those sup-
ported by the filing fee. See 714.10.

14. In an application filed on or after October
25, 1965, an amendment presenting claims (total
and independent) in excess of the number pre-
viously paid for, and

(a) not accompanied by any portion of the
fee required, or

Rev., 14, Oct. 1867

_respouse to
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(e} the sutborization for & charge aguinst a
Daposi&AccQun; is not in the form of a%mmte
%e smendments failing within any of the
fo: categories should not be entered by
the er at the time of filing, a subse-
quent showing by applicant may lead to entry
of the amendment, .

714.20 List of Amendments Entered in
Part

To avoid confusion of the record the general
rule prevails thut an amendment should not be
entered in part. As in the case of most other
rules, the strict observance of its letter ma
sometimes work more harm than would result
from its infraction, jally if the amend-
ment in question is received at or near the end
of the statutory period. Thus, ‘

(1) An “amendment” presenting an un-
called-for and unnecessary substitute specifica-
tion along with amendatory matter, as amend-
ments to ‘claims ‘of new claims, should be
entered in patt, rather than refused entry in
toto. The substitute specification should be
denied entry and so msarked, while the rest of
the paper should be entered. The case as thus
amended is acted on when reached in its turn,
the applicant being advised that the substitute
specification has not been required and is not
necessary and therefore has not been entered,
and that any desired changes in the original
specification must be made by specific amend-
ments. See also Rule 125, 608.01 ?;) .

It may be noted in this connection, however,
that the fact that o substitute specification, in
the opinion of the Examiner, contains new
matter is not in itself a proper reason for re-
fusing entry thereof.

(2} An amendment under Rule 312, which
in part is approved and in other part disap-
proved, is entered only as to the approved
part. See 714.16(e). _

(3) In a case having some claims allowed
and others finally rejected, where an amend-
ment is received at or near the close of the
statutory geriod cancelling the finally rejected
claims and presenting one or more new ones
which the Examiner cannot allow, the amend-
ment, after the statutory period has ended, is
entered to the extent only of cancelling the
finally rejected claims. Of course, if any of
the new claims were, in the Examiner’s opin-
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statutory period curing
one or more claims soms ‘
in the opinion of the Examiner 1 :

or will require & further ssarch, the procedure
indicated In (8) is followed. After the staiu-
tory period has unded, the amendment in sach

a.oase will be entered only 28 to the formal
mstter snd. to any of the presented
(%) In an amendment accompanying & mo-
tion granied only in part, the amendmet is en-
only to the extent. t jotion was

gmwi' smlloa‘ e AT SN T AT A I

Nore: The Examiner writes “Enter” in ink
and his initials in the left margin opposits the
enterable portions. [R-16]

714.21 Amendments Inadvertently En-
tered, No Legal Effect [R-16]

If the clerk inadvertently enters an amend-
ment when it should not have been entered,
gusls entry is of no legal effect, and the same
sction is taken as if the changes had not been
actuslly made, insemuch as they have not been
legally made. Unless such unauthorized entry
;:i deleted, sui;;a!ile notau;ion should be mad“eN ?;

e margin of the amendatory paper, as
Officially Entered”.

I£it is to be retained in the file an amendatory
paper, even though not entered, should be given
& paper number and listed on the file wrapper
with the notation “Not Entered”. See Rule 3,
714.25, for an instance of a paper which may
be returned.

714.22 Entry of Amendments, Direc-
tions for [R-16]

Rule 121, Manner of making amendments. (a) Evas-
ures, additions, insertions, or allerations of the Office
file of papers and records must not be physically
entered by the epplcant. Amendments to the applics-
tion (excluding the claims) are made by fling & paper
{which should conformz (o Bule §2), divecling or re-
questing that specified amendmentn be made. The o2-
act word or words to be stricken out or inserted by said

will be applied in reference to the pr
ciaim with the parenthetical expression  “twice
smended,” “three thnes amended,” eic., following the
origingl claim numbes, ‘ S
- {e) A particalar clithn mey be amended In the map-
ner indicated for the epplication in Rale 12ila) to the
extent of corrections in speliing, punctuation, and typo-
graphical errors. Additlenal’ Eémendments 'in  this
menner will be admitted provided the changes are
Humited to (1) deletions and/or (3) the sddition of no
more than five words in any one claim. Any amendment
but failing to conform to the provisions of paragraphs
{b) and (e} muy be congidered non-responsive and
- () 'Where undeziining or breckels are intendsd to
appesr-in the peinted patent or are properly part of (he
claimed material and. not intended an symbolie of
changes in the particeler claim, amendment by zewrit-
ing in accordance with paragraph (b) sbove shall be
prohibited. ; o ,
(e) In reissue applications, both the descriptive por-
tion and the claims are to he amended as specified in
paragraph (a2) above.

The term “brackets” set forth in Rule 121
means anguler brackets, thus: [ ]. It does
not encompass and is to be distingunished from
parentheses ( ). Any amendment using par-
entheses to indicate cancelled matter in & claim
rewritten under Rule 121(b) may be held non-

responsive in accordance with Rule 121(c}.

714.23 Entry of Amendments, Diree
tions for, Defective

The directions for the entry of an amend-
ment may be defective, as, insccuracy in the
line designated, or lack of precision where the
word to which the amendment is directad oc-

curs more than ones in the specified line, If it
is clear from the context what is the correct
place of entry, the amendatory will be
properly smended in the tgmp,
and notation thereof, initisled in ink Ez-
aminer, who will sssume full inility for
the change, will bs made on the of the
amendatory paper. In the next action

the applicant should be informed of this altera-
tion in his amendatory paper and the entry of




However, where 8 relatavely smsll amend-
mtm&pmma@m%dmmtmbamade
cagily wi outmsmg amendstory matier
wbeobscnmordxﬁculttotoﬂaw,mchmﬂ
amendmentahou]dbem

714 25 ; of Applxcam or At-
. tormey

ma.mwummmcammm
W Ammmmmsmw
mwmmmmmmm
Ofice with decorvm and courbeey. mmeed
fa viclation of this requirement will be subuaittéd to
mmmmmumwmm
order. Complainis sgainst examinely and other em-
mmmmmmmmmme
from other pepers. :

If the attorney is discourteous in the remarks

or arguments in his amendment, either the dis-

ghould be entirely ignored or the

paper submitted to the Supervisory Examiner
mthanswwwardmsbemgretnmed.

715 Swearing Back of Reference-Affi-
davit Under Rule 131 [R-16]

Bule 181. Afidavit of prior twwendion fo overcome
oited patent or publication. (a) When any claim of
an application {s refected on reference to &8 domestic
patent which substantizlly shows or describes but doea
not claim the rejected invention, or en reference to 2
foreign patent or o & printed publication, and the
applicent shall make sath to facts showing & comple-
tion of the invention in this country before the filing
date of the application on which the domestie patent
ispaed, or before the date of the foreign patent, or
before the date of the printed publication, then the pat-
ent or publication cited shall pot bar the grant of &
patent to the applicant, unless the dale of such patent
or privted publication be more than ope year prior t0
the date on which the applicetion was filed in this
couniry.

(b) The showing of facts ehall be such, in charac-
tex and weolght, as to establish reductlon to practics
pelor o the offective date of the reference, or Conoop-
tiom of the invention prior to the effeciive date of the

Rov. 16, Ape. 1908

oy iy
, 8. Patent, with
 year prior to sppli-
_‘Mgbutdoesnot

BOT onr back of applicant’s eﬁectl 8
ﬁ’é‘g date. si?fa w s e «mmmf-y

(2) Where the referenw U.S patent claims
vention. See 1101. 02(& .

(8) Where referencs is & patent for

the same invention to upphoam or his ]

mpmmaves or asslgns or to
date of the domestic & ha;pgou on m
application filed more than twelve months prior

to the filing date of the domestic application.
(4) Where the effective filing date of sppli-
csnt’s parent application or sn International
Convention proved: dste is prior to the
effective date of the refercmee, vit under
Rule 131 is unnecessary and the reference is
not used. See 20L11 to 20115,
{5} Where the mfammm&gort?
ent to the same enti same inven-
tion, the gumtxon mvolved is one of “double
P'(6) Where
(8) the reference is the disclosure of
& prior U.S. patent to the same party, not co-
pﬂg , the question is one of dedication to

onldxtbsmbhshedthatthepomtmof
e tmfiumd mmﬁ?m by
was in in 3 on
amendment and a8 such was pmm
date to be overcome thaamdnntwthedm
of the smendment. re Willien et al., 1985
C.D. 228; 454 O.G. 535,
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gor ﬁsefas @ prior art reference is not affected
the fo

be entitled umder 35 US.C. 119 In re
Hx mer, 833 O.G, 13,
1966) ; Lﬂ et al. v. Brenner, 153 USPQ 95
(C.A. b.c 1967) The reference patent is effec-
tive as of the date the application for it was filed

108.1

The eﬁ‘eeﬁnve date of s 'Gmw! St:tes Pa,tent ,
‘ ;lﬁclmmed in a patent xssued;]omti to S and an-

other is claimed in a later gplm&tmn filed by

filing date to which the patentee
149 USPQ 480 (CCPA

mm Patent to
nd Another

When wbject ’mwzer disclosed but not

S, the joint patent is & valid reference unless
overcome by affidavit under Rule 131. In re
Strain, 1%1 C.D. 252; 648 O.G. 5. Disclaimer
by the other patentee should not be reguired.
But see 201.08.
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Rule 131.

tain ‘any righ mgud
common ownemh:p whzch d not have

in the absence of common: ownership. In re
Beck et ali, 1948 C.D. 898; 590 O.G. 357 Pxerce
v. Wstson,l%USPQ 356.

4 15.01 ( c) Referenee is Pnblwatwn of
_ Applwant’s Own Invention

ugnlem isa stgt;eutory bar a m]ecustin on &
ical " be_overcome by a showing
tl:)hit it was, puj shed elther by ]i plicant him-
self or in hist e mieux, 1957
CD. 4T 7% O'G,‘,Q'. Ex parte Powell et al.
1638 0.15 G928

Co-.urrnonsmr :
- Where the applicant is one of the co-authors
of & pubheatxon, cited w&t his apphcanon,

he is not required affidavit under
Rule 131. . The pubheat.wn may be removed
as 8 reference by filing a disclaiming affidavit
of the other authors, Ex parte Hirschler, 110
U.S.P.Q. 384 : :

715.02 General Ru]e as to Generie

A reference apphed against generic claims
may (in most cases) be antedsted as to such
clalms by an affidavit under Rule 131 showing
completion of the invention of only a si le
species, within the genus, prior to the e
tive date of the reference (assuming, of course,
that the reference is not a statutory bar or a

atent claiming the same invention).

owever, 715.03.

715.03 Practice Relative to Chemical
Cases

In chemical cases, where genenc claims have
been rejected on a reference which discloses a
species not antedated by the affidavit, the re-
jection will not ordmanl be withdrawn un-
ess the applicant is able to establish that he
was in possession of the generic invention

rior to the effective date of the reference.
n other words, the affidavit under Rule 131
must show as much as the minimum disclosure

b

AVE-24% 03 - BT = 1)

100

wh:ch species is
idavit, the mference 18
Tn re Stempal 1957 C.D. 200, 717

M.mmmn Tyre Gervs Cram

Whem 8 claim reciting e Markash group
is- rejected on a reference dxsclasmg but not
¢ 'a specific member of the group, the
reference cannot be avoided by an vit un-
der: Bule 131 showmg dlfmt members of the

WP ;
715.04 Who May Make Aﬁdav:t

A. The Inventor

B. One of two 1omt mvemtozs is_accepted
where ‘suitable excuse is’ gwm for failure of
the other ‘applicant'to sign. In re Carlmn et
aiés?ghfm% 462 O. 5 479,

ignee or other party in mterest

when it is not posgible to mgiee the affidavit
of the inventor. Ex parte Foster, 1903 C.D.
213; 105 O.G. 261.

715.05 Patent Clalmmg Same Inven-

tion

When the reference in question is a patent
claiming the same invention as applicant and
its issue date is less than one year prior to the
filing date of the apghcatmn being examined,
applicant’s remedy, if any, must be by way of
Rule 204 instead of Rule 131. The Examiner
should therefore take note whether the status
of the patent as a reference is that of a PAT-
ERT or 2 PUBLICATION. If the patent is
claiming the same invention as the a Og)hcatmn,
this fact should be noted in the letter
The reference atent can then be overcome

{y way of interference. Note, however,
SC. 135 1101.02(£).

715.06 Affidavit Under Rule 131 Must
Be Removed Before Interfer-

cnee

Where an application in which an afidavit
under Rule 131 has been filed is to be involved
in an interference, the affidavit must be sealed

a



the fle of an application

Under the blished in Ferris v.
Tuttle, 1040 U.D. b: 521 O.G. 588, the Rule
afidavit is thrown open to the opposing

ty or parties to'the interference at the time
2 preliminary statements are opened. See

1101.03 and 1102.01.

715.07 Facts and Documentary Evi-

The essentizl thing to be shown under Rule
131 is priority of invention and this may be
done by any satisfactory evidence of the fact.
FACTS, not conclusions, must be shown by the
evidence accompanying an affidavit under Rule
131. Forexample:.:. . ... ... - .00

1. As shown in attached sketches.

2. As shown in attached blueprints.

3. As indicated by accompanying model.

4. As shown in attached photographs.

5. As shown in reproductions of notsbook
entries, A P N

8. If verbal disclosures were made instead
of the above, supporting statements by the wit-
ness will be acceptable. I

7. If the dates of the exhibits have been
removed or blocked off, the matter of dates can
be taken care of in the body of the oath.

The dates in the oath may be the actual dates
or, if the applicant does not desire to disclose
his actual dates, he may merely allege that the
acts referred to occurred prior to a specified

date.

A general allegation that the invention was
comp?:bed prior to the date of the reference is
not sufficient. Ex parte Ssunders, 1883 C.D.
23 5 23 0.G. 1224

If the applicant made sketches he should so
state, and produce and describe them; if the
sketches were made and lost, and their contents
remembered, they should be reproduced and
furnished in place of the originals. The same
course should be pursued if the disclosure was
by means of models. If neither sketches nor
models are relied upon, but it is claimed that
verbal disclosures, sufficiently clear to indicate
definite conception of the invention, were made
the witness should state as nearly as possible
the language used in imparting knowledge of
the invention to others.” £z parte Donovan,
1890 C.D. 109; 52 O.G. 308.

The affidavit must state FACTS and pro-
duce such documentary evidence and exhibits

miotion under Rule 234  to precti
Wiie ot dpranivieg t’w ;‘pﬁlm

ion of invention IN
RY, the conception at least be-
rior to the effective date of ithe
ior to the dats ok ths rederencn
prior to the dats of the referenc

yplicant must show diligence in. the com-
‘pletion ‘of his invention from a time just prior
to the date of the reference continuously up to
the date of an actuel reduction to practica or
up to the date of filing of his application,
wludax constitutes a construstive reduction to
practice. Rule' 181. In this connection, note
the following: S "

A conception of an invention, evidenced by
disclogure, drawings, and even a model, is not
a complete invention: under the patent laws,
and confers no rights on an inventor, and has
no effect on a subsequently granted patent to
another, UNLESS HE FOLLOWS IT WITH
REASONABLE DILIGENCE BY SOME
OTHER ACT, such as an actusl reduction to
practice or filing an application for & patent.
Auntomatic Weighing Mach. Co. v. Pneumatic
g:;h Corp., Limited, 1909 C.D. 498; 13% O.G.
~ Coneeption is the mental part of the inven-
tive act, but it must be capable of proof, as by
drawings, wmﬁfete disclosure to another per-
gon, ete. In Mergenthaler v. Scudder, 1897
C.D. 724; 81 0.G. 1417, it was established that
conception is more than a mere vague idea of
how to solve a problem; the means themselves
and their interaction must be comprehended

W

The facts to be established under Rule 131
are similar to those to be proved in interfer-
ence. The difference lies in the way in which
the evidence is presenied. If applicant dis-
agrees with & holding that the facts are in-
sufficient to overcome the rejection, his remedy
is by appeal from the continued rejection.

715.07(a) Diligence

‘Where conception occurs prior to the date of
the reference, but reduction to practice is after-
ward it is not enough merely to allege that ap-
plicant had been diligent. Ex parte Hunter,
1889 C.D. 218; 49 O.G. 733.

What is meant by diligence is brought out in
Christie v. Seybold, 1898 C.D. 515; 64 O.G.
1650. 1In patent law, an inventor is either dili-
gent at a given time or he is not diligent; there
are no degrees of diligence. A man may be
diligent within the meaning of the patent law
when he is doing nothing, if his Iack of activity
is excused.




Interference

Pl

07(h)

applicant in an interference may be sometimes

used to antedate a reference in lieu of a Rule 181

affidevit. =~ . .

. ‘The part of the testimony to form the basis

of priority over the reference should be %omtad

«())u& 7E'x' parte Bowyer, 1939 C.D. 5; 505
(. 759. o :

715.07(c)  Acts Relied: Upon - Must
" Have Been Carried Out in
- The affidavit must contein an allegation that
the acts relied upon to establish the date prior
to the reference were carried out in this country.
See35U.S.C.104. . L

715.07(d) Disposition of Exhibits
- Submitted as Evidence to
Support Facts -

Exhibits, such as those filed as part of an
affidavit under Rule 131, that are too bulky to
be placed in the application file are retained in
the Examining Group until the case is finally
disposed of. %Vhen the case goes to issue (or
abandonment) the exhibits are sent to the Model
and Receiving Room, notation to this effect
being made on the margin of the affidavit. See
608.03(a).

715.08 Passed Upon by Primary Ex-
aminer’

The question of sufficiency of affidavits under

Rule 131 should be reviewed and decided by «
Primary Examiner. (Basis: Order 2712.)

715.09 Seasonable Presentation

Affidavits under Rule 131 must be seasonably

resented. Ex parte Berg, 19068 C.D. 36: 120
8(} 903; Ex parte Romunder, 1910 C.D. 121;
157 0.G. 209; Ex parte Hale, 49 1".S.P.Q. 209;
Ex parte Bowyer, 1939 C.D. 5: 505 O.G. 759.

For affidavits under Rule 131 filed after ap-
peal see Rules 195 and 1212,

roperative or lack trivolous or in-
jurious to public heaith or morals, afidavits traversing
these references or objections may be received. '

NOTE THAT RULE 182 IS NOT APPLI-
CABLE TO A REJECTION BASED ON A
U.S. PATENT WHICH CLAIMS THE BE-

JECTED INVENTION.

Hereafter, it shall be the respounsibility of
the Primary Examiner to. personally review
and .decide: whether affidavits submitted under
Rule 132 for the purpose of traversing grounds
of rejectiony are responsive to the rejection and
present_sufficient, facts to_overcome the rejec-
tion. (Basis: Notice of December 15,1959,

_ This rule sets forth the general policy of the
Office consistently followed for a long period
of time of recelving affidavits evidence tra-
versin% ‘rejections or objections; Ex parte
Gresselin; 1896 C.D. 39; 76 O.G. 1573. The enu-
meration of rejections in the rule is merely exem-

lary. All affidavits presented which do not

all within or under other specific rules are to
beltreated or considered as falling under this
rule. - ‘

Certzin legal principles and standards have
been established respecting affidavit evidence.
Some are applicable to all sffidavits, while
others are applicable only to particular types
of affidavits;, as indicated below. The critical
factors and standards are summarized as an
aid or guide to the examiners in evalusting such
affidavits. Affidavits timely filed (i.e. before
final action or appeal) should be acknowledged
and commented upon in the action follow:
filing. See Sec. 707.02. If an affidavit is fil
later and entered (See Rule 195) similar action
should be taken. ‘ -

The following criteria are applicable to all
affidavits submitted under this rule:

(1) Affidavits must be timely or seasonably
filed (i.e. before final rejection or appeal) to be
entitled to consideration. In re Rothermel et
al, 1960 C.D. 204; 755 O.G. 621. Affidavits
not timely filed must meet the requirements of
Ruie 195.

(2) Affidavits must set forth facts, not merely
conclusions. In re Pike et al., 1950 C.ID. 105;

Rev. 1, Jan. 1864



Coo 1945 C.D. 13,57306 5;% |
_aflidavits may be class
groups, and such affidavits must conform,
addition, to the established criteria md stand-
ards for the %‘oup into which they fall. These
groups and t apphcable standards are:

menvn Tzsm oR Rmn:rs

- Affdavits eomparmg apphcant’s remlts with
those of the prior art must relate to the ref-
erence relied upon and not other prior art—
Bhnchard v. Ooms 1946 C.D. 22; 585 043, 175

-~ and the comparison must be wrth disclogure
identical (not similar) with that of the refer-
ence. In re Tatincloux 1956 C.D. 192;"762
O.G. 964 Otherwise, the affidavits have no
probative value.

Where the oomparxson is not 1dentxca1 with
the reference disclosure, deviations therefrom
should be explained—In re Finley, 1949 C.D.
284; 624 O.G. 262—and if not explained should
be noted and evaluated, and if mgmﬁm' t, ex-
planation should be required. In re Arm-
strong 1960 C.D. 422; 759 0.G. 4. Otherwise,
the aflidavits may be entlt,led to little Wezght

Where the comparison shows unexpected re-
sults or advantages, it should be compared with
the agphcatxon %xsc]osure since recitals of the
specification are controlhng Abbott +. Coe
1940 C.D. 13; 512 O.G. 3. In re Ressi 1957
C.D. 130; 717 O.G. 214. Advantages not d:s-
closed carry little or no weight in establishing
patentability.

Aﬁidav:t.s setting forth advantages and as-

ing that despite familiarity with the art,
tha clalmed subject matter was not obvious to
affiants, do not afford evidence of non-obvicus-
ness, where the advantages relied upon are
merely those which would result from follow-
ing the teaching of the prior art. In re Hen-
rich 1959 C.D. 853 ; 747 O.G. 793.

OrERABILITY OF APPLICANT'S DISCLOSTRE

Sinece it is the Examiner's duty to pass upon
the operativeness of any invention which he is
called upon to examine he is free to express
his opinion on that question so long as he
gives reasons for his holding with clarity and

Bev. 1, Jan. 1984

by persons "who vouch for 1&%&» ity, are
msufﬁcxeat. Inre Permgo, 1931 CD 512 411

0.G. 544, -
on o’h‘ed is of‘ such a

nature that it can tested by kn own gei-
entific principles, theoretical arguments in af-
fidavit form are unaccéptable, and the only
satisfactory manmer of overcoming the rejec-
tion is to demonstrate the operability by con-
struction and ration of the mventmn
Buck v. OmnslM CD.83; 602 0.G. 177, In
re Chxiowsky 1956 C.D. 155 704 0.G. 218.

INoPERABILITY OF REFEREIN CES

-Since every patent:is presumed:valid: (35
U.S.C. 282}, and singe that presumption in-
cludes the p tion of operability—Metro-
politan Eng. Co. v. Coe 1935 C.D. 54; 455 0.G.
3—Examiners should not express any opinion
on the opersbility. of a patent. Therefore af-
fidavits attacking the opersbility of n patent
cited as s reference, though entitled to ‘consid-
eration, should be treated, not as conclusive of
the factasl mutter: presmmd but rather‘as an
expression ‘of .opinion : ligv ah expert in the art.
In re Berry, 137 U.S 853. See also In
o Turelte Gulld 1933 OB, 310; 677 O.G. 5.
Opinion affidavits need not be given any weight.
In re Pierce 1930 C.D. 34; 390 O.G. 265; In
re Reid 1950 C. D. 194; 635 O G. 694.

Further, since in a patent it is presumed that
a process if used by one skilled 1n the art will
produce the product or result described there-
i, such presumption is not overcome by a mere
showing that it is possible to operate within
the disclosure without obtaining the alle
product. It is to be presumed also that skilled
workers would as. a Imatter of course, if they
do not immediately obtain desired results, make
certain experlments and adaptations, within
the skill of the competent worker. The fail-
ures of experimenters who have no interest in
succeeding should not be accorded great weight.
Bullard v. Coe 1945 C.D. 13; 573 O.G. 547;
In ve Michalek 1947 C.D. 458 604 O.G. 223;
In re Reid 1950 C.D. 194; 635 0.G. 694.

Where the affidavit presented asserts inop-
erability in some features of the patent as to
which 1t was not relied upon, the matter is of
no concern. In re Wagner, 1938 C.D. 581; 407
0.G. 1041.

Where the affidavit asserts inoperability of
the process disclosed in the reference for pro-




. ducing: the claimaed: product, which product is
fully disclosed. in'the reference, the matter is
of no concern. - In re Attwood 1088 C.D: 204
m &G‘?m,ﬁ“ﬂ \ aii s ‘ LR RS BRI ‘
- Where the afidavit presented asserts that the
reference relied upon is incperative, it is ele-
mentary that the claims ed by ?‘ar)p.lx-

cant must distinguish from the: all in-
operative reference disclosure; therefore the
matter is of no concern. In re Crecelius 1837
C.D. 112; 474 O.G. 465. In re Perrine 1840
C.D. 4685; 519 O.G. 520. - In re Crosby 1947
C.D. 35; 595 O.G. 5. ,

Affidavit by patentee that he did not intend
his device to be used as claimed by applicant is
immaterial. In re Pio 1955 C.D. 59; 661 O.G.
454,
CoMMERCIAL SUCCESS

Affidavits submitting evidence of commercial
success can have no bearing in a case where
the ‘patentability over the prior art is not in
doubt. In re Jewett et al 1957 C.D. 420; 724
0.G. 225. In re Troutman, 1860 C.D. 308;
757 O.G. 556. .

Affidavits showing commercial success of a
structure not related to the claimed subject
matter has neither significance nor pertinence.
In re Kulieke 1960 C.D. 281; 756 O.G. 288.

Affidavits which attribute commercial suc-
cess to the invention “described and claimed”
or other equivalent indefinite language have
little or no evidenciary value. In re Troutman
1960 C.D. 308; 757 O.G. 558.

Where affidavits show commercial success it
must appear that such success resulted from
the invention as claimed. In re Hollingsworth
1958 C.D. 210; 730 O.G. 282. Otherwise the
affidavit showing is non-pertinent.

SUFFICIENCY OF DISCLOSURE

Affidavits presented to show that the disclo-
sure of an application is sufficient to one skilled
in the art are not acceptable to establish facts
which the specification itself should recite. In
re Smyth 1951 C.D. 449; 651 O.G. 5.

Affidavits purporting to explain the disclo-
sure or to interpret the disclosure of a pending
application are usually not considered. In re
Oppenauer 1944 C.D. 587; 568 O.G. 393.

717 File Wrapper

717.01 Papers in File Wrapper

Full details are given in the Manual of Cleri-
cal Procedures. Papers that do not become a

art’ of thi record should 'notibe

acket). No peper entered.on the “Contents”
without sy 3 auth raf the Cone
missioner. MM&(;M&?@ ‘abroad ‘are
returned but a copy is retained in the file. Ses
604.0&(&)6 BETEE TR VTS

71701 (a) Arrangement of Papers in
0 FilleWrapper 0

 Until revision for ‘allowance, the specifica-
tion, amendments and all other communications
from applicant are fastened to the left side (cen-
ter fold) of the file jacket. They are in inverse
chronglogical order; that.is; the communics-
tion with the latest “Mail Room” date is on top.
A similar arrangement is followed on the right
side, where Office aciions and other communica-
tions from the Office are fastened, except that
the print is always kept on top for the con-
venience of the Examiner. AT

Where amendments are submitted in dupli-
cate, the carbon copy is destroyed except where
the duplicate is received within the time pe-
riod for response and the original is late. In
this latter situation both copies are placed in
the file. The “original” (ribbon copy) is en-
tered with reference made to the earbon copy.

If the attorney wishes a receipt for any pa-
per filed, this may be had by enclesing with
the paper a self-addressed postal card identi-
fying the g:per. The mail-room receiving-
stamp will be placed on the card, and the card
dropped in the outgoing mail.

717.01(b) Prints

The prints of the drawing are fastened in-
side the file wrapper by the Application
Branch, and shall always be kept on top. A
paper number is assigned by the Clerk of the
group.

The prints shall always be kept on top of
the Fapers on the right of the file wrapper.

All prints and inked sketches subsequently
filed to be part of the record should en-
dorsed with the date of their receipt in the
cl)gice and given their appropriate paper num-

r.

717.02 !Jaia Entered on File Wrapper

See also 707.10, 717.01.

If the Examiner notices an error in any of
the data originally entered on the file wrap-
per, he should have it corrected by the Appf?w
cation Branch.

Rev.. 13, July 1067

| “Conbents™ of the fils wrapper



hyt;he elark émmgma“ ap,
entry being canceled: ‘but' ‘not

217.05(a)  Statutory. Period Ends on
s Satnnhy, Sundny or Holi-
S day

See 71005. |
717.02(5) Naum or Residence of In-

| ventor or Title Chnnged

'ﬂxe dlstmctwn between “r%xdence” and Post
Office address should not be lost sight of.
‘Sec. 605.04(c) explams the ..iprocedure to be
foliowed concerning sending’ £ lication to
yment Branch. and the” pphcatxon
Branch'when Apphcant changes name.

Rev. 18, July 1947

1i4

Em: exam

gh, 1£ & new

rem nee mm the cmgma!

. 'When a new-casé is received in an Examin-
mg Group, the classification of the case and the
initials or name of the Examiner who will ex-
amine it or other assigned docket de@xgnatxon
are noted in peneil in the upper lefthand corner
of the’ drawing (first sheet) and in the des-
ignated spaces on the file wrapper. These
notations should be kept current. When the
application js sent to issue, the notations then
appearing on the drawing should not be erssed.
They may. be useful in classifying an incoming
continuing application to which drawings may
have been transferred and in assigning it to an
Ezaminer already femiliar thh the sub}ecl:
matter




Constant reference
Chlﬁ” l?mndl in the in
yer of all applications,
?fdate 50 as to be & reli
standing in a case, and of
which the claims are to be found. =~ '~

A column has been designated on the new
file wrapper (Form PO-436) for the entry of
the final numbering of aliowed claims. The

preprinted series of claim numbers appearing

on the old jacket (Form PO-136) has been
retained and continues to refer to claim num-
bers as originally filed. ‘

A line in ink should be drawn below the
number corresponding to the number of claims
originally (f)resented. Thereafter, a line in ink
should be drawn below the number correspond-
ing to the highest numbered claim added by
each amendment. Just outside the Index of
Claims form opposite the number correspond-
ing to the first claim of each amendment there
should be placed the letter designating the
amendment.

its number.

. In each action involving a search, the Exam-
iner shall encorse, on the flap of the file wrap-
per, the classes and subclasses and publications
searched, the date when the search was made
or was brought up to date and the Examiner’s
initials, all entries being in BLACK INK.
Great care should be taken, inasmuch as this
record is important to the history of the ap-
piication, _ ~

717.06 Foreign Filing Dates
See 1302.06.

71707 Related Applications

The file wrapper should identify earlier filed
related applications. See 202.02.

115 Rev. 12, Apr. 1867






