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1201 Ivwoduetory
ﬂePaﬁmtOﬁeemldmxm%
enthwsmskesmnydsmmmsofa
arynatumwhmhtbsspphmt feal deny
him the he is en-
gﬂed Eh Mmesl o‘il pin bym sach mat-
8 can be justly resolv i
and £ judicial rooodﬁym m

differences ovinwnpmmthedeniﬂof
mmdpﬁmmmmﬂ
in the disclosure set forth in the

tpghwqumﬂmynm&m

within the Patent Offcs and to ths courts hes

long been provided by statute.

U.S. Supreme Court
(by writ of certiorari
which is rarely
granted)

1203 Constitation of Board [R-16]

85 U.S C. 7, provides for constitution of the
Board of Appeals as follows:

Betrect from 85 U.B.0. T Board of Appesls. The ex-
aminersdnchief shell be persons of competent logal
knowledge and scientific ability. The Commissioner,
the assistant commissicpers, snd the examiners-in.
chief shall comstitute a Board of Appesle, which, on
written appeal of the applicant, shall review adverse
decisions of examiners upon applications for patents.
Each appeal shall be heard by at least threo members
of the Hoard of Appeals, the membhers bearing soch ap-
poal to be designated by the Conmissionsr. The Board
of Appeals bas sole power to grant rebesrings.

Whenever the Commissioner econsiders it nocossary
to maintein the work of the Board of Appealn currvent,
he mey dosignate sny patent exnmniner of the primary
exsminer grade or highor, having (he reguieite ability,

Rev. 18, Ape. 1908



t prosecution by the
applicant, an spplication for patent that once
has been made special and sdvanced out of

Sub]ect a.lme to diligen

turn by the jomer or an Asgistant
Commissioner for examination will continue to
be special out its entire course of prose-
cution in the Patent Office, including appeal,
if any, to the Board of Appeals.

1205 Prerequisiws for Appeal, Some
- Matters Handled Concnrrenﬂy

With Appeal [R-16]

Rule 192. Appeal to Boerd of Appeals. () Lvery
spplicant for & patent or for refasne of & patent, any
of the dalms of which have been twice rejected, or who
has been given a final rejection (rule 113), may, upon
the payment of the fee reguired by law, appeal from the
decision of the primary exsminer to the Board of Ap-
peals within the time allowed for response.

(b) The appeal must identify the rejected claim or
cleims appealed, and must be signed by the spplicant
or his duly authorized attorney or agent.

{¢) Exzcept as otherwise provided by rule 208, appeal
when taken muwt be taken from the rejoction of all
claims under refoction which applicsnt proposes to
contest. Questions seating to matters not effecting
the merits of the fuvention may be reguived to be
zettied before an appenl can be considered.

Bev. 18, Apr, 1068

mzss Appsmt'lw &) mmsmshﬂ!.

within gixty days from the date of the eppesl, or within
the time allowed for response fo the action sppealed
from if such time is later, Slea brief of the authorities
sud arguments oo which he will rely to mainisin bis

mmﬁﬁzummmmmé&mm

fmiesamebrlstareMMnthwﬂwﬁ

reguested.  The Beerd of Appesls may, for sulfictent
ammmmmmmmwwa
date not later than sixty daye afier the originnl expien-
tion date. Any longer or furiber extopsions must be
sought from the Commisslioner. Al reguesis for ex-
Mmmbeﬂledmmﬂemﬂmctm
period sought to be axiended. -

(b)mnﬂmwmethemuwi&intheﬂmed—
lowed, the appeal ghall stand dismiesed, -

Where the brief is not filed but an amend-
ment is presented within the period allowed
forﬁhngthebmefwhmhpheesthamm
condition for allowance, the amendment ma:
be entered as the application retains its pen
ing status duri %mdpenod. Swmﬂf?
1215.01 and 1215.

Ses 1215.04 for practice relating to dismissal

of appeal.
1207 Amendment Filed

Appeal
The record on a should ba ewmiml?y
the record before the esaminer at the time ap-

peal ig taken. Thus, no amendments, except
under Rule 193(b ,presentadaﬁeruppenlhas
bean taken should be entered for W
, and no ewception should be made
gee Rule 116(c). Anmdwm, argu-
mmts, or affidavits filed concwrrently with or
of even date with appeal notice be com-
strued ss filed after appod for the purposs
this procedure, sven zho{nmy be ﬂm
first response to the final action. ordias

810




of allowabalit: - promptly .
does not on ile

soethe sbplic B oot o
I should not be considered further (unless in

the examiner’s j there are only minor
matters which could be readily cleared up in a
telephone interview :h‘:%tg: notice of allow-
ance) and pro endments therein should
not be entered. Notification that such papers
do ‘not place the application in condition for
allowance will be made by use of a form letter

In accordancs with the above; the Brief
should be directed to the clzims and ‘to the
record of the case as they

agpeamd, red upon filing
the appeal, but it may, o ooumigol?bdnw
any claims or is-

fram consideration on appeal

sues as desired bg sppellant. crele i
Upon timely filing of a Brief, it will be re-

ferred to the examiner for his consideration of
its propriety as to the appeal issues and for
preparation of an Examiner’s Answer if the
Brief is proper and the application is not allow-
able. The Examiner’s Answer will normally
be of the shortened type referring to and rely-
ing on the final action; it may withdraw
rejection of claims or any objection or require-
ment as desired by the examiner. No new
ground of rejection or objection should be in-
corporated in the Examiner’s Answer withowt
express approval in each case by the Group
Manager. See 1005. See 714.13 for procedure
on handling amendments filed after final action

and before appeal.
1208 Examiner’s Answer

Rule 193. Examiner's answer. (a) The primary ex-
aminer may, within such time as may be directed by
the Commissioner, furnish a written statement in

answer to the appeliant’s brief including such explana-

tion of the invention ¢laimed and of the references and
grounds of rejection as may be necessary, supplying a
copy to the appellant, If the primary examiner shall
find that the appeal is not regular in form or does not
relate to an appealable action, he shall so state and a
petition from such decision may be taken to the Com-
mizsioner as provided in rule 181,

{b} The appellant may file a reply brief directed only
to such new points of argument as may be raived in the
examiner’s answer, within twenty days from the date

296813 O—f7 -t

; of the Examizier’s Answer and @m |
other Examiner having sufficient experience to
be of assistanios in the  considerstion of the
merits of the issues o appeal.,.
Where the Primary Examiner has, himssif
examined an applicstion and made the final
rejection & conference relstive to such a case, if
apfeaied, is dzﬁcregiénatg with him, '
1t & conference is held, the Primary Ezam-
iner shonld ‘weigh' the arguments of the other
Examiners b his responsibility to make
& ’thgwn T wamh

st ABC  (conf). )
niecessarily, concurrence with the position taken
in the Anceoer. 8 WA the pos

If the Examiner charged with the responsi
bility of preparing the Answer reaches the con-
clusion that the appeal should not be forwarded
and the Primary Eexaminer approves, no con-
ference is held.

Before preparing the answer, the Examiner
should make certain that all amendments ap-
proved for entry have in fact been physically
entered in the application. This is important
to insure that the claims considered by the
Board are the same as those forming the basis
of the appeal.

The Examiner should furnish the appeliant
with a written statement in answer to the ap-
pellant’s brief within sixty calendar days after
the filing of the brief.

The answer should contain a response to the
allegations or arguments in the brief and
should call attention to any errors in appel-
lant’s copy of the claims. The Esxaminer
should treat affidavits or exhibits in accordance
with Rule 195, reporting his conclusions only
on those admitted.

If the brief fails to respond to any ground of
rejection advanced by the Examiner, the Ex-
aminer should simply inform the Board of
Appeals of this fact in his Answer and specify
the particular claims affected. Since such lack

211 Rev. 14, Oet. 1087



final are axt:he:
mywtm. 'ﬂmy

claims or: vergions of the fin:
]ecbedclmms,or both.. The pew claims or fi-
nally ehtmﬂasmndedfrequently
contain ions not in the cleims treated in
theﬁn&lm ‘The ts in the ap-

jection. argumen
Hant’s brief are directed to the new claims.
Tnder such circumstances the msre reference
mt&heExmmr’?f%rwertotheﬁ:ggm&g
for a statement o, position wo! ve
Board, insofar as the new claims are concerned,
with an:uncrystallized .issus and without the
bensfit of the Examiner’s view, which eomplxv
catesthetask of rendering a decigion. .
. It also uently happens that an
wxllstate  position 1n the answer
msmanmrthat( ents a shift from the

sedes the fomer, Such s situation eo

Eev. 14, Oet. 1067

8 “ae EEC f?im'wtim?a'or
other wﬁm on whmh itoig & 3.
Onl thoseatatsﬁm&aafgmundmfm;mﬁm&s

s of grounds

apwr in'a #ingle prior action should be incor-
fereﬁge.

| ggatha final action or mhm' smgie

212

porated by re

of rejection: ap

aforementione
ted in the answer.

 in actions other then the
ior action should be
page and paragraph
ior action
which it is desired to in reference
should be explicitly identif ed. O course, if
the examiner fesls that some further explana-

tion of the rejection is necessary he should in-
clade it in the answer but ordmarily he mey
avoid another recital of the issues and another
elaboration of the grounds of rejection. The

answer should also includs any n ~pebut-
tal of arguments presented in the appellant’s
brief if ‘the final mctmn dm not equate}y
meet the arguments. BT




When , soft copies and
rints of references fastened tharem ghonld net
Ee disturbed. The Serm Bmeh of the Bmxd

fmmthnhal ejection of

..... owable.”

adalannaa

Ere o i T

an ars incorrect, oz
rwyﬂymprodumdmﬂnamar)

Stabemmtastnmygroundafwwhmnﬂ

argued or & hca.m;andthe
p&rthlar claims sﬁmg by such hck of

Fa 'lu mbixi’
7053’5(3” ving patent tym,w

W@l New Rafmm, H@w %‘

sm@%}h 2 or all
of the & pwiad claims. The Gmup Manager’
approvai must be obisined prior to writing t.he
Answer for any new reference or new
of rejection or. @bjms;mn incorporated in the
Ef&.ﬂ;er e 1 of the Gro' Manager
prior appro va, 0 up
xsohtamed,aﬂ i t?gnewmfemmer
tamngnewgmun ) mecwm or
tion must be routed over the ry%m
mary Examiner’s desk, ’I‘heae onld then be
brought to the attention of the for his
review and approval. The Manager will stamp
“spproved” on the file mpwly, of the Anawer
if it cites new art ar app ground af
rejection or obj
proval, If aypmml m glmn to tihe em&t.an Df
new references, the Answer will be mailed by
the Group and will include copies of the new
references. Reference Order Center will not be
involved in these actions. Also, s PO-892 must
be completed for the file for use by the printer
in cas? of issuance as a patent. The Board will
mtum to the Director’s Office any Answer con-
)(1) é }mwly cited refemnm (for any
pm*pom or a new ground of rejection
w. are such Answer does not bear an agfpmved
In ordar to mtmduce 8 new gmuml of re-
jection it is necessary either to :  the ex
parte pmsmutm befam the E s or to
include the new rejection in the Examiner’s
Answer, depending on existing circumstances,
The choice of action to be followed will depend

B, 15, Jan. 1968




Hmagcthafwthamtuamw und

m&

wivalats
% ‘Answerwhxdlmclndesa
nawfgzmd of ra;eohw should conclude with

0

“Invwwo}ﬂmnew d of rejection

m%ﬂda mthmwhwb%mmay
8 Answer. Such y ms
immdment mtmdmp °d

otherwise
closed. Failure to respond to the new ground
of rejection muybemstxmduqum
cence in this rejection.”

Bev. 16, Apw. 1868

mmj.ﬂmﬁag nmmmmwmm
has beenn made by the appellsnt, the appesl will be
aseigned for consideration and decision. If the ap-
pellant hag requested an oral hearing, 8 day of hearing
will be get, and due natier theresf gives to the appel-
lant. Hearing will be held as atated In the notics, and
oralargumentwmbelimimwmmnmmm
otherwise ordered before the bearing beging,

1210 Actions Yubsegue
er's Anm\\r hes Befom Board’s
Decision [R-16]
Jomsoicrion o Boazp

Upon mailing of the Examiner's snswer on

£peal , jurisdiction of the case with respect to
e ap| rests emlummiy with the Board of
Ap Any smendment, afiidavit, or other

m&- relating to the appeal, filed ﬁhamfim’
prior to the decision 0f the B%
considered by the Examiner only in event
the case is remanded to him by the Board for
that purpose.

Dyvimn Jormosoron

Where is taken from the final
tion of oml%mm copied claims only, 3vms§cﬂ

gié




T!wnnnooblxgsh

mmdernewer

may seeﬁtto

i Such an a.mendmant, unless ﬁled ander
mmm),mllbetremdmthesame my'V
amendmen

t a.fter final rejection.

thseasamybemmomdﬁuntheBm'd’s
docket,

1212 Remmd To Conmder Aﬁdavits

[R-16]

Rule 1895. Afidevits a!tar appeal. AMavita or oX-

mmmmmmwmammdwm
not be admitted without 2 showing of good ‘and suff-
clent ressons why they were not earlier presented.

Affidgvits filed with or after appeal but be-
forethemlhnfo:ftheExamm s answer will
be considered entry only if the a n}:phca.nt
makes the necessary showi undea' Ruls 195 as
to why were not er presented. Au-
thonty from the Board is not necessary to con-
sider such affidavits. Affidavits filed as s first

response to a final rejection and prior to & notice
of appeal should“i?e entered gnd considered

without 2 showing as to why they were not filed
earlier. Affidavits filed as & second nse to
& final rejection and prior to a notice of appeal

should be entered and considered only if accom-
an;;aii lg a proper showing under Rule 116(b).
In the case of affidavits filed after the mail-
ing of the Examiner's answer, the Examiner
is without authority to consider the same in the
abgence of 2 remand by the Board. When a
case is remanded to the Examiner for the con-
gideration of such affidavits, the Examiner, after
having given such consideration as the facts in
the case require, will return the case to the Board
of Appeals with his report, a copy of which

214.1

T T
; x 1213

g Becision by Board
ClerkofBouﬂbemgsomﬁe& morderthat

p ' -
, Wyet, 1980 C.D. 5; 505 ()G ?59.
It is not the custom of the Board to

aﬁd&muoﬁeredmemmmmthamqm
for reconsideration of its decision. Affidavits
sebmitted for this purposs, not remsnded to
the Exsminer, are consi only as argu-
merds. In re Marti 1946 C.D. 180; 588 O.G.

[R-16]
mww&mms Destsion by the Boerd of
Appoals. (a8} The Board of Appesls, in Ha declsion,
mmwmwmmnafmemex-
aminer in whole or in part on the grounds and on ihe
ciaims specified by the ezuminer. The ufilvmence of
tbemﬁeeﬂmofuehbnonmoﬂhegmdsmm
umstitutes & genersl affirmance of the decision of the
numzy examiner on that claim, except as to any
ground spectlically reversed.

1213.01 Recommendations of Board
[R-16]

Ertroct of Rule 198, Deviséon by the Bosrd of Ap-
soels. . . . (¢) Shouid the decision of the Board of
Appealz inciude an expliclt statement thet & cigim may
be allowed in amended form, spplicant aball have the
ght to amend (n conformity with zpch statement,
which shall be binding on the primary examiner in the
absence of new references or grounds of rejection.

If the Examiner knows of references or res-
sons which were not before the Board, such &
fsvorable recommendstion is not bmdm% upon
him. Likewise, any ¢ in & favorably rec-
ommended claim other t the amendments
recommended would tend to destroy the force
of such recommendstion. Ex parte Young, 18
Gour. 24 : 31.

In the asbsence of an express recommends-
tion, & remark by the Board that & cerisin
feature does not appesr in a clsim is not fo
be taken s & recommendation that the claim
be allowed if the feature is supplied by amend-
3@3&9%1: parte Norlund, 1913 CD. 161 192

Bev. 16, Ape. 1868



mmmm WMMBMof
AW (B} mmmumnﬂe
kmmwwmmmoxmmmm
for rejecting any appealsd -claim, it mey include in its
decision & siatesiont {0 that elféct with its rezsons for
85 holding, which statement shall constitude a refection
of the clatma. : The appeliant may submit an spprepri-
ate amendment of the claims 8o rejectad or & showing
umwmmmmmmw

mmammmmmmmm
slon,  The spplicest miy walive such veeo :
Mmmmmnndhmthemw
copsidered by the Beard of Appesls upon the same
record before them. Where reguest for such recon-
sideration is made the Board of Appeals shall, if nec-
essary, render 2 new decision which shall include ali
grounds upon which g patent is refused. - The applicant
may waive recomsideration by the Board of Appeals
and treat the decizsion, including the added grounds
forrejeeﬁongimwthenourdotAmuls.uuﬂnal
decision in the case,

The request for roconsideration by the Board
must be ed within thirty day sfmmthedm
of the demsmn, the period set by Rule 197,
second Byp in this man-
ner the applicant waives his right to further
g&mtwn bafomthe Examiner. Inre Green-

1930 C.D. §81; 400 0.G. 226,
the Bou'd’s decision completely re-
moves the Examiner’s rejection as to one or
more claims and subsm;utes a new one under

Ruls 196(b), the applicant, if he elects to pro-
ceed before the , must tals such
action within six months from the Board’s

decision. See m decision at 698 O.G. 136;
1955C.D3. A shortened odformsponm
may be set in the Board’s d
applicant may amend claims in-
volved, or subetitute new clmms to avoid the
art or reasons sdduced by the Bomrd. Ex
m Burrowes, 1904 C.DD, 155; 110 OG 5
smended or new claims must be directed

Board, or Emum :
above. - meﬂgyﬁz,mom} 29%, 15 G

1914.-.

Batract from Bule 197, Aobien Follosping decisiess

nmiwa- u&amndﬁioaoft@mmymmm

tothaBoardoprpMahm

of the decision 18 meiled
in the

file. ‘The Clerk of Board notes the decision on

After an appeu
been decided, a
to the a@p@ﬂant and the original placed

the file wraj mdmtharwon&af&gm]&
mdtbznfa%thﬁﬁhwthm?mm%

aminer through the office of the Greup M

1214.03 Rehearing snd Reconsiders-
tion

the deem must he ﬁied; wxﬂam days
from the dete of the origi Wa@m
that decision is so mo R0
effect, & new decision, and the Bmd of Ap»

pea!swmm
mfbeommt«haﬁm per should

until the period of mwnmd@m«

tzum expires.
1214.04 Examiner Rwemed
A cempl%a revarsal of the Fixar

twdmehs




tanszonmdedbynulewmthemtapem
twn for rwonmdemtmn or

od before the Board. Whenthetxme

l wm:trevizw( ustwov;eekstonl-

ow for information as to o ansgpml

&Emmw)

orcwxlwtmn,xfwy,

Bev. 16, Ape. 1968 %16

formal mateer(a) in (g:;
- Prosecution -is otherwise

: (S%)out formal matwr(a) mqmrmg oo~
rection, :
(Set Shottexmd s%mwry Period for re-

 reversal of am)wtmn i;hé?ﬁ brmmcam
dammnpformnmthsmmiﬁ,smhma
decigion allowing generic s in & case con-
taining claims to nonelected species not pre-
My%uwm&a%wzﬁmm
case or appropriate action on malters
thus ;;iou ht&p g,bntthemsms cg;f u
open r prosscution ex a8 to such
matfoem.

D. 196(b) rejection. Where the
makes & new rejection under Ruls Immgymd
no aciion is faken with reference
a.pphmnt, within six months, or swch shoriened
sriod. as may be set in the Board's decizion,
the ezaminer should procesd in the msnner




R LY 8 0L the. Wiﬂh@;ﬁﬁ
- should proceed. in ‘the manner indicated for
situstions A, B, or C, depending on which is
pgropriaw to the case. Ses 121301, 1o
he practice under situations A, B, and C is
similar to the practios after a decision of the
Court outlined in Section 1216.0L. o
- In view of the above practics, Examiners
must be very careful that appliestions: which
come back from the Board of Appesls are not
overlooked because every case, except those in
which all - claims stend rejected ~after the
Board’s decision, is up for action by the Ex-
aminer in- the event ne court review has been
sought.  Consequently, when 2 file is received
after. idecision by the Board of Appeals, it
must be examined and appropriate precautions
taken to indicate the presence of allowed
claims, if sny.:. This msy bt done by writing
the notation “Allowed Clsims? on “Contents”
of file wrapper immediately below endorsement
“Decision by Board”,. . ..
See Sections 1216.01 and 1216.02 for proce-
dure where court review is spught.

1214.07 Reopening of Prosecution

Rule 198. Reopening after decision. Cases which
have been decided by the Board of Appeals will not be
reopened or reconsidered by the primary examiner, ex-
cept under the provisions of rule 196, without the writ-
ten authority of the Commissioner, and then only for
the consideration of matters not already adjudicated,
sufficient cause being shown.

Sometimes an amendment is filed after the
Board’s decision which does not carry into ef-
fect any recommendation made by the Board
and which presents a new or amended claim or
claims. In view of the fact that the prosecu-
tion of the case is definitely closed, the appli-
cant clearly is not entitled to have such amend-
ment entered as 2 matter of right. However.
if the amendment obviously places the case in
condition for sllowance, the Primary Exam-
iner should endorse on the amendatory paper a
recommendation that the amendment be ad-
mitted, and with the concurrence of the Group
Supervisor and approval by the approprinte
Director, the amendment will be entered.

Where the amendment cannot be entered, the
Examiner should write to the applicant noti-
fying him that the amendment cannot be en-

217

ona set forth in 121408
case should'be passed to

1215 Withdeawal or Dismissal of Ap-
1215.01 Withdrawal of Appeal
Where, after ‘:ip%alﬁ‘ has been filed and be-
fore decision by the Board of Appeals, an
appellant withdraws the appeal more than six
monthe efter the dute of the final rejection, the
application is to be considered abandoned as
ef the date on which the appesl was with-
drawn unless there are sliowed clsims in the
CRBB.. ooy il S T
- Where 3 letter abandoning the application is
filed in nccordance with Rule 138, the effective
date of abandonment is the date of filing of
such letter. (Basis: Notice, Sept. 3, 1048.)
If a brief has been filed within the time per-
mitted by Rule 192 (or any extension thereof)
and appellant withdraws the appeal, the case
is returned to the Examiner. 'If there are no
allowed claims in the case, the Examiner writes
a letter of abandonment, E :

1215.02 laims Standing Allowed

If the application contains allowed claims,
as well as claims appealed, the withdrawal of
the appeal does not operate as an abandon-
ment of the application, but is considered a
withdrawal of the appealed claims and author-
ity to the Examiner to cancél the same. An
amendment canceling the a fed claims is
equivalent to a withdrawal of the appeal

1215.03 Partial Withdrawal

A withdrawal of the appeal ns to some only
of the claims on appeal operates to withdraw
those claims from the case and the appeal con-
tinues as to the remaining claims. e with-
drawn claims will be canceled by the Examiner
when necessary without further action by the
applicant.

Rev. 12, Apr. 1967



apphcant that the a.pphcatlon is abandoned is
necessary. If claims stand allowed in the ap-
plication, the failure to file s brisf and conge-

quent dismissal of the appeal is to. be treated

as & withdrawa]l of the appeal and of any
claim not standing allowed. The application
should e passed to issue’ Forthwith when the
file is received from the Board of Appeals.
Howevex,.,zf formal 1 ttg ‘remain to be at-
to, the E ex should take appropri-

ting s shortened

A letter such as, the fdllowmg is suggested' -

“t’s‘*‘faﬂm to ﬁia 8 bnef

claims (tdemfy) ‘which stand allowed pro-
vided the following formal mtter(s) is (are)
corrected. Prosecution is otherwise closed.”

(Set out formal matter(s) requiring cor-
rection.)

(Set Shortened Statutory ?emod for re-
sponse. )

The time for ﬁlmg the brief can be extended
as set, fg rth in Bule192. Any petition for such
extension must be received befors the date the
brief is due or the expiration of a previously
granted extension and must show good cause
for the extemsion. If the time for filing the

brief has passed and the application has conse-

quently become abandoned, the applicant may
petition to revive.the apphcatlm, as in other
cases of abandonment, and to reinstate the ap-
peal; if the appheatxon is not abandoned the
petition would be to reinstate the claims and
the appeal, but a shawmg equivalent to that in
the petition to revive would be required. Such
petitions will ordinarilv be handled by the So-
licitor and Law Examiners on behalf of the
Commissioner.

Bev, 12, Ape. 1987

'for ‘the Disf

' carried ta tha aourts, either by
the Court ‘of Customs and Patent
 or bymﬂi action in the District Court
t of Columbia, are not opmmd

mthe sbhie.
the: v of & suit, while the file
is retained in the examining group until the
mwmmupfoﬂmal ‘the ap lz stion is not
under the’ mmﬁMM of the - poiner; and
Ay t, 8 meopymg eisxms fwm
nﬁ Rza}e 198,

stouts mm

éppeal

1216,01 T@ &m @f'

An apphcant dlssatxsﬁeé wzth the declsmn
of the Board of Appesls may within 60 days
of the date of the Board’s deeision file a “Notice

1eted ; see Rule ragraph, ¢ of A peal” in the Patent Office.
' “Thls application will be passed to issue on

7 the: (gnﬁce of the Suhcxtorfreifnes the
appesl, it ac owledg% receipt of the notlce
pEe:'equests that an order (called praecipe}
be filed within 20 days. The order or praecipe
states che exact papers to be certified which
forms the transcript of record that is trans-
mitted to the court.

The transcript of record, petition and fee
must be filed in the court within 40 days (exclu-
sive of Sundays and legul holidays) from the
date upon which said “Notice of Appesl” was
filed; provided the C c-mmssmner does not
extend such time.

The appeal is docketed in the court if the
petition, transcript and fee are timely filed. If
not txmely filed, there is no specific order of
dismissal by the eourt but the rules of the court
restore jurisdiction to the Patent Office. If ne
claims stand allowed proceedings are consid-
ered terminated on the lust day the petition,
transcript and fee were due (since up to this
day the case was alive and appellant could take
some action).

After restoration of jurisdiction to the Patent
Office the action taken by the examiner will
be the same ss set forth in the paragraphs under
“Action Following Decision by Court”.




court's ruling thereon is communicated to the
Offce and to the appellant by the clerk of the

Finally, the clerk of the court forwards to
“the Office & certified oof:;gofthe court’s deci-
gion on the Izgeﬁled clsims, This copy 1s a
duplicate of the uncertified copy first for-
warded, unless modified as 2 result of the peti-
tion for rehearing or, possibly, altered to cor-
rect some minor error. The receipt of this coﬁy
by the Patent Office marks the conclusion of the
appeal. The decision of the court is published ;
but unless the application becomes & patent, the
publie is not given access to the application file
itself. Since a transcript of the application
becomes a part of the court record, it may of
course be inspected there by anyone.

‘The Solicitor enters the certified copy of the
Court’s decision in the application file and
returns it to the Primary Ezaminer. The So-
licitor uses the uncertified copy as a basis for

ublication of the decision in the Official
&azette.

ActioN FoLLowixg DeCISioN BY Court

1. All claims rejected. If all claims in the
case stand rejected, proceedings on the a plica-
tion are considered terminated on the date of
receipt of the Court’s certificate and the appli-
cation is not open to subsequent amendment
and prosecution by the applicant. The appli-
cation is no longer considered pending. &

2. Some claims allowed. If some claims in
the case stand allowed, either by reversal of the
Office decision by the Court or by having been
allowed by the Examiner or the Board of
Appeals, proceedings are considered terminated
as to the rejected claims. Action by the appli-
cant canceling the rejected claims is not con-
sidered necessary. The Examiner will pass the
case for issue forthwith on the allowed claims,
the applicant being advised of such action.
The rejected claims may be cancelled by the
Examiner with an appropriate notation on the
margin, to avoid confusion of the printer.
However, if formal matters remain to be at-
tended to, the Examiner should take appro-
priate action on such matters, setting a short-
ened period for reply, but the application is
considered closed to further prosecution except
as to such matters. If all claims in the case
stand allowed after the Court’s decision formal
matters if any should be taken care of and the

case passed for issue.
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3, Remand. decision of the Cous
on the merits, such as a decision sllowing
s a5 o S
m-slected species not previ
the Examiner will tnkeghe case ;ﬁ%ﬁm Sppro-
rought

After the appeal is docketed in the Court,
failure to prosecute the appeal, as by failure
to print the record or failure to file the brief,
will result in dismissal of the a%paal by the
Court; or there may be » dismissal by the éourt
at the request of the appellant. The proceed-
ings are considered terminated and the asplim—
tion abandoned if applicable as of the date of
dismissal, see section 1215.05.

After dismissal, if no claims stand allowed
the action taken by the examiner will be the
same as set forth in paragraph 1 of the above
sectiong if claims stand allowed the action is
in accordance with paragreph 2.

1216.02 Civil Suits

When s suit under 35 U.8.C. 145 is filed
a notice thereof signed by the Solicitor of the
Patent Office is placed in the application file.
The file is kept in the Solicitor’s office pending
termination of the suit. When the suit is ter-
minated, & statement indicating the final dis-
position of it by the court is placed on the
original notice by the Solicitor and the a%pliw
eation is returned to the Examiner, whose
snbsequent procedure is the same as his action
following appeal, described in 1216.01, supra.
If the exact date when proceedings were ter-
minated is material, it may be ascertained by
in%xéring at the Solicitor’s office.

e applicant ordinarily furnishes to the
court & certified copy of the file wrapper and
contents at the time of the trial. If the suit is
dismnissed before coming to trial, no disclosure
of the .ppiication to the public necessarily re-
sults. Unlike an appeal to the U.S. Court of
Customs and Patent Appeals, the filing of a
civil sction does not require the immediate
filing of n transcript of the application. The
complaint, however, is open to the public,

Files subpoenaed by the court may be sent
to the court in care of a Patent Office employee
along with a certified copy, under stipulation
that the copy be retained by the court and the
original brought back to the Office by said

employee.
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