1101.01(d)
1101.01(e)
1101.01(f)
1101.01(g) ¥
1101.01(h)

110101 (1)

umow)[j ;
1102.01(k) . |

1101.01"’('1:’)

1101.01(0) " ‘Apph
110102 With'a’
1101.02(a)  Copying Claims Frotn a Patent
1101.02(b) Examiner Cites Patent Having F‘lling
- Date Later Than That of Application
1101.02(c) Difference Between Copying Patent
: Claims 2nd Suggesting Claims of an
. Application
1101.02{d) .. Copled Patent Clajims Not Identified

terference

1101.02(e) Making of Patent Claims Neot a Respomle

L - to Last Office Action
1101.02(f) Rejection of Copled Patent Claims

1101.02(g) After Prosecution of Application Is cmed'

or Application Is Allowed

1101.03 Removing of Affidavits Before Interference

1102 Preparation of Interference Papers.and Decla-
ration o

1102.01 Preparation of Papers

1102.03(a} Initial Memorandum to the Board of

Patent Interferences

1102.02 Declaration of Interference’

1103  Suspension of Ez Perte Prosecution

1104 Jurisdiction of Interference -

1105 Interference BMatters Requiring Decislon by
Primary Examiner

1105.01 Briefs and Hearings on Motion

1105.02. Decision on Motion To Dissolve

1105.03 Decialon on Motion te Amend or to Add or
Substitute an Application

1105.04 Decision on Motion Relating to Burden of
Proof

1105.08 Disgolution on Primary Examiner's Own
Motion

By ;

i+ Exdtoiner's Entry in mt&ference Fﬂe Snbee«

quent to Interference :

1108' Eatry ofAmendmts Fﬂed ﬁn Oonnecﬂaa Wﬂh
i wiooc Diothong 3

1109 A:tfnu After Awatd of Priority

1108.01 - The Winning: Rnrty :

1108.02 The Losing Party =

1110  Action Afier Dissolution

111001 Under Rule m(b) i

111002 _Under ‘Rum %1 or 237

- “Notice of Rul m(a)j(m ‘Motlon Relating
to Application Not Invoilved in Tnterference

1111.07  Convergion of Appl!eation Ftom Joint to Sole

S or Sole to Joint ~

1111.08 Relssue During TInterference

111100 Sult Under 85 U.S.C. 146

111110 Benefit of Foreign Ftnng Date

111111 Patentability Reports

111112 Certified Coples of Part of an Apptieation

111118 Consultation With Examiner of Interferences

111114  Correction of Error in Joining Inventor

1112 Letter Forpis Used In- Interferences

111201 To Law Exsminer

111202 Suggesting Claims

111203 Same Attorney or Agent ~

1131204 Requesting Withdrawal From Issue

111205 Declaration

111205(a) Initial Memorandum

111206 Reguests for Jurisdiction :

1112.08(a) Reguesting Jurisdiction of Application

111208 Primary Examiner Iniﬁates Dissolntion

1112.09 Redeclaration

111210 Denying Entry of Amendment Seeking Fur-

ther Interfereme

The interference practice is based on 35
U.S.C. 135 here set forth:

85 U.B.C. 185. Interferences. Whenever an appli-
cation is made for a patent which, in the opinion of
the Commissioner, would interfere with any pending
application, or with any unexpired patent, he shall
give notice thereof to the applicants, or applicant and
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: '_kof lumrfamnm)wm; siiaion,
~¢lalm of an applieant, shall constitute the ‘
Ftal: by the Pafent Office f the, olaireq Tayeleed, il |
the Commission. v may lasue & patent to the applicant
who In adjudged ‘he prior inventor.: A final fudgmant e
adverse to a patentee from which no appesl or sther. an
review has boen or can be taken or had shall con-  qon 05 f0 Whether an
atitute cancellation of the claims lnvolved from the. patents, .‘els!peéiﬁliy i a8 drences
patent, and’noue@ theeeatf aball be endorzed on coples- against the #}ipﬁiidtwn olai : sh onl %ébéﬂ’eg
of the patent theresfier distributed by the Patent sidered for' possible interferen ’Oe A SR b e
OT"'] m which is the same as. or for the or The question of the propriety of iriitiatii:éﬂ

claim which e same gy, or - shme an interference in any given case is affected by
substantially the same smhject matter as; a claim of so many factors that n di scussion of them heréi

. an imed’[mtent may aot be made In any appilquuon is’ iinp’ rocticable. ‘Some circtimstances. ﬁ:’liib h :

anlees such a claim is made prior to one year from L., 300 0 i derferonce unnecessary. are herein-

s et

the date on which the patent was mfngeﬁ. S afte r not ed,,’b!,lt‘éti,ch”ih‘_stance must be cé.i'éfullv
Rule 201 sets forth the definition of an in-  considered if serious errors are to be avoided.
terference and is here reproduced. In determining whether an interference ex.

Rule £01. Definition, schen declared. (a) Am fnber-  15tS & claim should be given the broadest inter-.
ference {8 # proceeding instituted for the purpose of geret@tloq which it reasonably will support,
determining the questien of pricrlty of invention be-  Dearing in mind the following general princi-
tween two or more perties claiming substantially the  Ples: " . U
same patentable Invention end mey be instituted 2s (a) The . interpretation should not. be
soon ng It I8 determined that common patentable sub-  Strained. = 7 0
Ject matter is claimed in & plurality of applications. (b). Express limitations in. the claim should
or in an application snd a patent. . .~ not be ignored nor should limitations be read

(b) An Interference will be deciared between pend-  therein to meet the exigencies of a particular
ing applications for patent or for relssue of different situation. R A .
parties when such applications contain claims for sub- (c) The doctrine of equivalents which is
stantlally the same invention which are allowable in  applicable in questions of patentability is not
the application of each party, and interferences will  applicable in interferences, i.e.; no application
also be declared between pending applications for pat-  should be placed in interference unless it dis-
enm; forfl‘g:zsue- %ﬂd urtlﬁplt? 01'18111;1 or ll;emmdﬂ o closes clearly the structure called for by the
pa , O erent pa ‘when such applicatio! count o ota 3 : .
and patents contain claims for substantially the same stru:tl?;dig;fofgggut:g tf;i (Ii).llicgges lqu‘;:‘:zlg:f
invention which are allowable in all of the applica- ference. ‘ o , g ‘
:llxoe:: :::;ved, in accordance with the provisions of 1 ( d.)) Be foreda'. ‘i'll;* im (ur;le‘s; it is. 3t ps;tente g

. claim) is made the count of an interference
¢c) Interferences will not he declared, nor contin it should be allowable and in geod form. No

ued, between applications or applications and patents . A 4 Ratit . .
owned by the same party unless good cause is shown  pending claim which is indefinite, ambigunous
therefor, The parties shall make known any and all  Or otherwise defective should be made the coun

right, title and Interest affecting the ownership of  of an interference. | SR
any application or patent involved or essential to the (e) A claim copied from a patent, if am-
proceedings, not recorded in the Patent Office, whea  biguous, should be interpreted in the light of
an interference Is declared, and of changes in. such the patent in which it originated. :
right, title, or interest, made after the declaration of (f) Since interference between cases having
the Interference and before the explration of the time a common assignee is not normally instituted, if
prescribed for seeking review of the decision in the doubt exists as to whether the cases are Com-
interference. monly owned they should be stibmitted to the
Assignment Branch for a title report. Note:
1101 Preliminaries to an Interference  After September 1965 title searches are auto-
matically made only when the Issue Fee is paid.
An interference is often an expensive and ‘ (g) If doubts exist as to whether there is an
time-consuming proceeding. Yet, it is neces-  interference, an interference should not be
sary to determine priority when two applicants  declared.

Rev. 12, Apr. 1067 164



1€ the ampnseal of tha spmsopeints Do
taisif the approval of the appropniate
lls%%bgm@(m

Interferences' will not be declared between

re than 3 months in the effective filing dates
of the oldest and next oldest aPpli_eaﬁpns, in the
cagse of inventions of & simple character, or a

more

difference of more than 8 months in the effective

filing dates of the applications in other cases,
except in exceptional situations, as determined
and approved by the Commissioner. Ifan inter-

ference is declared, all.applications having the

same interfering subjéct matter should be in-
cluded. ' (Basis: Notice of June 28, 1964.) . .
Before taking any steps locking to the for-
mation of an interference, it is very: essential
that the Examiner make certain that each of

are to constitute the counts of the interference

are clearly readabla upon the disclosure of each
party and allowable in each application.

It is to be noted that while the claims of two
or more applicants may vary in scope and in
immaterial details, yet if directed to the same

invention, an interference exists. But mere dis--

closure by an applicant of an invention which
he is not claiming does not afford a iground for
suggesting to that applicant claims for the said
invention copied from another application that
is claiming the invention. The intention of the
parties to claim the same patentable invention,
as expressed in the summary of the invention or
elsewhere in the disclosure, or in the claims, is
an essential in every instance. '

When the subject matter found to be allow-:

able in one application is disclosed and claimed

in another application, but the claims therein

to such subject matter are either nonelected or
subject to e{ectidn,‘ the question of interference
should be considered. e requirement of Rule
201(b) that the conflicting applications shall
contain claims for substantiaily the same in-
vention which are allowable in each application
should be interpreted as meaning generally
that the conflicting claimed subject matter 18
sufficiently supported in each application and
is patentable to each applicant over the prior
art. The statutory requirement of first inven-
torship is of transcendent importance and

mﬁ%ﬁp@tions if there is a difference of

the,,pms;)ectivev parties is claiming the same.
patentable inyention and that the claims that.

the ateriglly diffe

of noninterfering’ 'subject - matter had bee
made without traverse but no action given on
the merits of the elected invention. =
B. Application’ filed with claims to divisible
inventions I and II and in response to a re-
uirement for restriction, applicant traverses
the same and élects invention L Exsminer
es an action on the merits of I. Examiner

subsequently finds an application to anotheér
contaming AMloed thinarto mvention T atd.

¢ ‘alfered by the fact that
without traverse and the.

i ' Cance .

'C._ Application filed with generic claims and
claimed species 8, b, ¢, d, and e. " Generic claims
rejected and election of a single species re-
quired. Applicant elects species a, but contin-

ues to allowability of generic claims. Ex-
aminer finds snother application claiming spe-

cies b which is ready for issue. ,
The allow;%ili‘ty of generic claims in the
first case is not a condition precedent to set-
ing up interferenca. ' ‘
‘D. Application filed with generic claims and
claims to five species and other ies disclosed
but net specifically claimed. %:caminer finds
another application the disclosure and claims
of which are restricted to one of the unclaimed
species and have been found allowable.
"The prosecution of generic claims is taken as
indicative of an intention to cover all species
disclosed which come under the generic claim.
In all the above situations, the applicant has
shown an intention to claim the subject matter
which is actually being claimed in another ap-
plication. These are to be distinguished from
situations where a distinct invention is claimed
in ons application but merely disclosed in an-
other application without evidence of an in-
tent to claim the same. The question of inter-
ference should not be considered in the latter
instance. However, if the application disclos-
ing but not claiming the invention is senior,
and the junior application is ready for issue,

165 Ree, 0, Jul, 1883




‘Where apphcatmns by dlﬁerent mventors bnt‘
same subject .
that is not patentably_

of common ownership claim the
ﬂter or sub)ect matter

78(b). The common assigne
the. spplication in wlnch e
are properly. Treatment by re]ectmn
is set forth in Section 305. 02(a).

II. Where an interference wii
is found to exist, the owner should be required
to elect which one of the apphcatlons shall be
placed in interference.

‘Whenever a common assig ee of applications
by different inventors is called upon to eliminate
conflicting claims from all ex uPt one applica-
tion under the provisions of Rule 78(b), a copy
of the Office action ma this reqmrement
must be sent directly to each of the applicants.

Whenever a common assignee is required un-
der Rule 201(c) to elect one of the conflicting
applications owned by him for purpose of inter-
ference with a third party, a copy of the Office
action making this requirement must be sent to

the applicants in each of the common) %l
applxcatxons (Basis: Notice of Marc 1,1962.)
1101.01 (c) "l'he Interference Search

The search for interfering applications must
not be limited to the class or subclass in which
it is classified, but must be extended to all classes
in or out of the Examining Group which it has
been necessary to search in the examination of
the application. (Basis: Notice of August 2,
1909.) '

Moreover, the possibility of the existence of
interfering applications should be kept in mind

Rev. 9, Jul. 1968

a ;tlyurd party

: icants,’ who' may in-
spect their own apphcatlons at any time, of
the date or identity of & s '

ing apglhcatlon Senal

ective Interferendas’! should be ma -
tained containing complete dats concerning.
ible interferences and the page and line of
this book should be referred to on the respective
file wrappers or drawings. For future refer-
ence, this: book may: include notes as to why'
prospective interferences were not declared::
In defermmmg whether ‘an interference ex-
i nitier ‘must 'decide ‘the
esy xaminer may, however,
be consulted to’ obtam his advice and he will
have charge of such mrrespondence with
junior parties as is pmnded for in Rule 202.
{ Basis: Order 2687.)

The appropnute Director should be con-
sulted if it is believed that the circumstances
justify an _interference between . applications
nexﬂmr of whxch is: mady for allov. ance. -

1 101 01( d) 'Correspondence Under
. Rule 202

Correspondence under Rule 202 may be
necessary.

Rule 232. Preparation for mter]mnce befween ap-
plications; preliminary ingwiry of junior applicant.
In ozder to ascertain whether any guestion of prl-
ority arises between applications which appear to in-
terfere and are ctherwise ready.to be prepared for
interference, any junior appileant may be called upon
to state in writing under ocath the date and the char-
acter of the earllest fact ar act, susceptible of proof,
which can be relied upon to establish conception of the
invention under consideration for the purpcse of es-
tablishing priority of invention. The statement filed
in complisnce with this rule will be retained by the
Patent Office separate from the application file and if
an interference is declared will be opened simultane-
ously with the preliminary statement of the party fil-
ing the same. In case the junior epplicant makes no
reply within the thine specified, pot less than thirty




days, oF it .  of proof, which san be relied upe
filing date of the senlor Wmv. the interferemce ordl- ”pti(m of tha invention L
narily will not be declared. : Such affidavit does not become s part of
‘Under Rule 202 the G@mmmcner may re- ﬂlﬁ record in the application, nor does any cor-
quire an epplicant junior to another applicant dence relative thereto. The effidevit,
to state in writing under oath the date and the  however, will become a part of the interference
character of the earliest fact or act, susceptible  record, if an interference is formed.
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files; howeyer, are not retained by
the La E;mmer,g:t are mturnﬁ;imto the
examinng division where they are neld sepsa-
‘rate from other files while the correspondence

In preparing cases for submission to the Law
Exzaminer and in subsequent treatment of the
cases involved attention should be given to the
following points: ER

- {1) The name of the Examiner to be called
for a conference should be given as indicated
on the form, .. ... e
.. (2) It should be stated which of the applice-
tions, if any, is ready for allowance. ~
-.(8) If an application is & division or con-
tinuation of an esrlier one, this fact should be
stated. If it is a_ continuation-in-part, this
whether or not the application is entitled to the
benefit of the filing date of the earlier applica-
tion for the conflicting subject matter.

(3 If two or more applications are owned
by the same assignee, or are presented by the
same attorney, it should be so stated.

(5) Only the broadest claim proposed for
interference or, if various agpects of an inven-
tion are claimed, the broadest claim to each
feature, need be identified but if the claims are
not present in either of the applications, a pro-
posed count should be set out in this letter. See
the second form letter in 1112.01. ,

(6) Any other points which have & bearing
on the declaration of the interference should be
stated. :

(7) Amendments or other pepers filed in
cases held by the Law Examiner bearing on the

uestion of interference should be promptly
orwarded to him.

(8) Letters of submission should be in dupli-
cate. (Basis: Notice of April 18, 1819.)

1101.01(f) Correspondence Under
Rule 202, Not an Action
on the Case

Correspondence under Rule 202 is not an
action on the case. Hence, it cannot serve to
extend the statutory period if the case is await-
ing action by the applicant.

167

approved,” as the case may require, and return
the carbon copy o the exa %"’&, on

porty under Rule 202 fails

o8 Wer s approve
the Commi exceptional situations,
asis: Notice of June 24, 1064.)

_ The Law Examiner will stamp the letters
from the Examiner either “Approved” or “Dis-

ing date of the senior applicant,

_interference

aminer disapproves the ¥m osed. interferen
and the Examiner then follows the procedure

outlined in the next section, When a “Dissp-

proved” letter is retarned to the examining
division it is accompanied by a note to be at-

tached to the senior partg”s case requesting the
Issue and Gazette Branch to return the case to
the Law Examiner after the notice of allow-

ance is sent. o ‘b'R'le

Where the junior party, as required by Ru
202, states under oag; (’hte“t;g & fact or an
act, susceptible of proof, which would establish
that he had conceived the claimed invention
prior to the filing date of the senior applicant,
the Law Examiner approves the Examiner’s
proposal to suggest claims and the Examiner
may then proceed with the preparation of the
cases for interference.

SEALING STATEMENT

When an interference is to be declared in-
volving applications which had previously been
submitted to the Law KExaminer for corre-

ndence under Rule 202, before forwarding
the files to the Interference Division, the Ex-
aminer should ascertain from the Law Exam-
iner if any such statement has been filed and,
if so, get this statement and forward it with
the files to the Interference Division. (Basis:
Order 3380.)

The oath under Rule 202 becomes a part of
the interference file in contradistinction to the
spplication file as in the case of an affidavit
under Rule 131 or Rule 204 but, like them, is

Rev. 5, Jul. 1065




Correspondence  Under
Rule 202, Failure of Jun-
ior Party To Overcome
Filing Date of Senior

If the earliest date alleged by a junior party
in his afidavit under Rule 202 fails to overcome
the filing date of the senior mm if the in-
terference is not to be declared (note that sn
interference might be necessary for other rea-

the senior party’s application will be
0 issué as speadily as possible and the con-
flicting claims of the junior applicant will be
Tejected on the patent when granted. A short-
ened period for response may be set in the
senior party’s case. (See 710.02(b).) =~

After the senior applicant’s application has
been passed for issue, the application is sent
to the Law Examiner by the Issue and Gazette
Branch in accordance with a note to that effect
attached to the application and he writes 2
letter to that applicant urging him to promptly
pay the final fee, this being done to the end
that prosecution of the junior application may
be promptly resumed, the senior party’s dis-
closure then being available as prior art in
treating the claims of the junior application.
The examiner may make a supplemental action
on the junior applicant’s case when the senior

applicant’s patent issues.

1101.01¢i)

Ixmm Procepore

In the meantime the junior party’s applica-
tion will be treated in accordance with the
following: o

Where a junior party after correspondence
under Rule 202 fails to overcome the filing date
of the senior party, the Examiner when he
reaches the case for action will write a letter
substantially as follows:

In view of Rule 202, action on this case (or
on claims 1, 2, 4. ete., indicating the conflict-
ing claims and claims not patentable over the
genior perty’s case) is suspended for six
months to determine whether an interference
will be declared (unless these claims are can-

Bev. 5. Jul. 1865

Order 2918}
OIF the B

junior party. This works

‘comment to the junior applicant i

i “case, indicati

i3

raminer’s lTetter is 3 suspension of
action on the entire case, the case should be

‘noted ‘on ‘the Examiner’s calendar at the date
marking the end of the eix months period and
on the Docket Clerk’s cards and, if applicant

‘does not call up the case, the Examiner should
‘do s0 unless the senior party’s patent will soon

issue, since there is no period for response run-
nmgb:.gtimﬂ)e applicant and the case should
not be permitted to remsin indefinitely among
the files in theeummmggroutg S
- It sometimes happens that the application of
the junior party is not amended and nothing
else occurs to bring it to the sttention of the
Examiner, and that the patent to the senior
party issnes and' is not promptly cited to the
an pnnecessary hard-
ieant and the Office

ship upon the junior appi
should make every effort to give him action in

view of ‘this refgfenceatthe earliest possible
date.’ To this end, the Examiner should keep

informed as to the progress of the senior appli-
cation ‘end cite the patent with appropriate
ediate
after its issue. (Basis: Notice of February 15,
1921.) e

If, at the end of the six months’ suspension.
it appears likely that the senior application will
be passed to issue within the next six months,
action on the conflicting claims and clzims not
patentable over the senior party’s case should
again be susgended for a period of six months.
Of course, if the first suspension was dirvected
to certain claims only and the usual action was
given on other claims, it is necessary for the ap-
plicant to make such resPonse as is required to
the action on the other clatms.

I, at the end of the first six months’ suspen-
sion, there is no likelihood of the senior party’s
application being put in condition for allow-
ance within the next six months and the only
unsettied question in the junior party’s case is
the disposition of the claims on which action
was Wnded, then the interference shouid be
declared.

If the junior application is in issue when the
interference is discovered and, in correspond-
ence under Rule 202, the junior applicant fails
to make the date of the senior party, the junior
application should be withdrawn from issue
{see “Letter Forms Used in Interferences,”
1112.04) and a letter sent informing him that
the interfering claim or clasims and claims not

patentable over the senior party’s case cannot




e allowed 1 him as hib-daté of inve
’,"“ m; f" : L Y'v ;. A< i’”\ ” mimm ' 7 E;U a .
“and advising applicant to call! up for
action at the egg of the six months. ’iﬁu@
after, procedure should be as above.

1102:01 (j) ' Suggestion of Claims

Rule 203, Preparation for interference between ap-
plications; sugpestion of clatms for interference. (a)
Before the declaration of Interference, it must be de-
termined by the examiner that there is common pat-
entable subject matter in the cases of the respective
‘parties, patentable to edch of the respective parties,
subject to the determination of the question of pri-
ority. Claims in the same lenguage, to form the counts
of the interference, must be present or be presented, in
each application ; except that, in cases where, owing to
the nature of the disclosures in the respective applica-
tions, it s not possible for all applications to propetiy

~include 4 elaim in identical phraseology to define the
common invention, an interference may be declired,
with the approval of the Commissioner, using as a
_count. ‘representing , the interfering subject mafter a
-dalwy differing: from the corresponding claims of one
or more of the interfering applications by an imma-
terial limitation or variation.

(b} When the claims of twe or more applications
differ in phraseclogy, but relate to substantiglly the
same patentable subject matter, the examiner shall,
if it has been determined that an interference should
be declared, suggest to the partles such claime as are
necessary to cover the common invention in the same
language. The parties to whom the claims are sug-
gested will be reguired to make those claims (i, e, pre-
sent the suggested claims in thelr applications by
amendment} within a specified time, not less than 30
days, in order that an interferemce may be declared.
The failure or refusal of any applicant to make any
claim suggpested within the time specified, shall be
taken without further action ag a disclalmer of the
invention covered by that claim unless the time be
extended.

{¢) The zaggestion of ciaims for purpose of inter-
ference will not stay the period for response to an
Office action which may be running against an appli-
cation, unless the claims are made by the applicant
within the time specified for making the claims,

(d) When an applicant presents a claind in his ap-
plication (not suggested by the examiner ag specified
in this role) which is copled from some other appli-
cation, either for purpose of Interference or otherwise,
he must so state, at the time he presents the claim and
fdentify the other application.

Although the subject of suggesting claims is
treated in detail at this point in the discussion
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o suggetad to somo or all of the paris,

It should be noted at this point that if an
applicant copies a claim from another appli-
cation without suggestion by the Examiner,
Rule 203(d) requires him to “so state, at the
time he presents the claim and identify the
other application.” e -
. The question of what claims to suggest to the
interfering. applications is one of great im-
portance, and failure to suggest such claims as
will define clearly the matter in issus leads to
confusion and to prolongation of the contest.
‘While it is much to be desired that the claims
asted ‘(which are to form the issue of the

interforence) should be claims sireedy present
in one or the other of the applications, yet if

claims cannot be found in_ the applications

‘which satisfactorily express the issue 1t may be

necessary to frame a claim or claims regding on
all the applications and clearly expressing the
interfering subject matter and suggest it or
them to all parties. Whether selecting & claim
already presented or framing one for suggestion
to all parties, the examiner should keep In mind
that where one application has & less detailed
disclosure than otbers there is less chanos for
error in finding support in all applications if
language is selected from the application with
the less detailed disclosure.

It is not necessary that all the claims of each
party that read on the other party’s case be
suggested. The counts of the issue should be
representative claims and should be materially
different. Stated another way, the difference
between counts should be one not taught by the

rior art, and should have a significant effect
in the subject matter involved. In general, the
broadest patentable claim which is allowable
in each case should be used as the interference
eount and additional claims should not be sug-
gestod unless they meet the foregoing test as
to material difference. In determining the
broadest patentable count the examiner should
avoid the use of specific language which im-
poses an unnecessary limitation. Claims not
patentably different from counts of tiie issue are
rejected in the application of the defeated party
after termination of the interference.

The claims to form the issue of the interfer-
ence are suggested to all parties who have not
already made those claims.

Bev. 5, Jul. 1885




ify esch of ‘suid principal parties and the attorney
“or ugent Of this fact, and shall also call the matter
to the attention of the Commissioner. 'If conflicting
interests exist, the same attorney or agent or his asso-
ciates will not be recognized to represent eitber of the
parties whose interests are in conflict without ‘the
eonsent of the other party or in the absence ef special
‘circumstances requiring such -representation, in fur-
ther proceedings before the Patent Office involving the
matter or application or patent in which the conflict-
ing interests exist, = Sy N

This notification should be given to both par-
‘tiea at the time claims are suggested even
though claims are suggested to only one party.
- Notation of the persons to whom this letter 1s
_mailed should ade on all copies. (See
‘“Letter Forms U

“Letter Forms Used in Interferences,” 1112.03.)
- The attention of the Commissioner is not called
to the fact that two conflicting parties have the
same attorney until an actual interference is
set up and then it is done by notifying the
Examiner of Interferencés as explained in
1102.01(b).

1101.01(1) Suggestion of Claims, Ac-
tion To Be Made at Time
of Suggesting Claims

At the same time that the claims are sug-
gested an action is made on each of the applica-
tions that are up for action by the Examiner,
whether they be new or amended cases. In this
wag ossible motions under Rule 231(a) (2)
an (I.‘;) may be forestalled. That is, the action
on the new or amended case may bring to light
patentable claims that should be included as
counts of the interference, and, on the other
hand, the rejection of unpatentable claims will
serve to indicate to the opposing parties the
position of the Examiner with respect to such
claims.

The Examiner is required to inform each
applicant when the interference is declared
what claims in his application are unpatentable
over the issue. There would seem to be no ob-
jection to, and many advantages in, giving this
information when suggesting claims.

Where in a letter suggesting claims to an
applicant for interference. the ﬁxaminer states
that none of the claims in the case is patentable
over the claims suggested. this statement does
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-minke & definite acti

of suggesting the claims.

ke o defiy Qn,f,-ﬂnfft,h la
the application. . :

1101.01(m) Suggestion of Claims,
ing Suggested Claims ‘
Where claims are suggested for interference,
a limited period determined by the Examiner,
not less than 30 days, is set for reply. See
710.02(c).. - . .
- Should any one of the applicants fail to
make the claim or claims suggested to him,
within the time specified, all his claims not pat-
entable thereover are rejected on the ground

. that he has disclaimed the invention to which

they are directed.. If applicant makes the sug-
-gested claims later they will be rejected on the

-same ground unless the delay is satisfactorily

explained. . (706.03(u).)

1101.01(n) Suggestion of - Claims,

| ~ Suggested Claims Made
After Statutory Period
Running Against Case

If suéggested claims are made within the time
specified for making the claims, the applicant
may ignore other outstanding rejections in the
application. Even if claims are suggested in
an application near the end of the statutory pe-
riod running against the case, and the time limit
for making the claims extends beyond the end
of the period, such claims will be admitted if
filed within the time limit even though outside
the six months’ period and even though no
amendment was made responsive to the Office
action outstanding against the case at the time
No portion of the
case is abandoned provided the applicant makes
the suggested claims within the time specified.
However, if the suggested claims are not thus
made within the specified time, the case becomes
abandoned in the absence of a responsive
amendment filed within the six months’ period.
Rule 203 (¢).

1101.01(0) Suggestion of Claims,
Application in Iesue or in
Interference

An application will not be withdrawn from
issue for the purpose of suggesting claims for
an interference. When an application is pend-
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appheatwn in issue, 1t may be necessary to
withdraw it from issue for. the purpose of re-
jecting other claims on the implied disclaimer
resulting from the failure to copy the suggested
claims, using form at 1112.04.

‘When the Examiner sts one ‘or more
claims appearing in & case in issue to an appli-
cant whose case is pending before him, the case
‘in issue will not be withdrawn for the purpose

of mmference ‘unless the ‘claims
shall be made in the edpendmg- a catmn wgth-
in the time speelﬁ xaminer. The
letter suggesting ¢ ims‘sh ‘b subnutt;ed to

the Group Manager fo ppmvml .
In either of th kbo‘ve ¢ |

‘claim is’ , 80 that mmﬁa t.he fingl fee
is paid during: the time in -which the suggested
claims may be made, proper steps may he taken
to: prevent the final fee from being apphed
(Basis: Order 1365.)

The Examiner shounld borrow the allowed ap-

plication from the Issue and Gazette Branch
and hold the file until the claims are made or
the time limit expires. This avoids any pos-
sible issnance of the application as a patent
should the final fee be paid. To further insure
against the issuance of the a ]pphcatmn, the

xaminer may c11 in the blank space fol-
lowing “Final * on the file jacket the ini-
tialled = request : “Defer for interference.”

The final fee is not applied to such an applica-
tion until the following procedure is carried
out.

When notified that the finel fee has been re-
ceived, the Examiner shall prepare & memo to
the Issue and Gazette Branch Trequeating that
issue of the patent be deferred for a period of
90 days due to a possible mterferenee. This
allows a period of 60 days to complete any
action needed. At the end of this 60 day
period, the application must either be released
to the Issue and Gazette Branch or be with-
drawn from issue, using form at 1112.04.

When an application is found having claims
to be suggested to other applications already
involved in interference, to form another inter-
ference. the Primary Examiner requests juris-
diction of the last named applications. To this
end a separate letter (see form at 1112.06(a)),

!.y,f
the apphcatmn ang form PO—85O px’aperly
filled out s to the additional application ‘and
identifying the ' interference, to ‘the Patent
Interference Examiner who will take the appm—
prmte action &ctmn 1106 02

110102 Wnth a Patent

Rules 204, 205 and. 206 qnoted below deal
wnth interference involving patents.
: Eﬂc 204. Interference with e patent; afidavit by
jumm'epp!uw (8} Theﬁactthtoueolthemmw
has slrendy obtained a patent will not prevent an intes-
feremee.. Although the Commissioner s, 09 power to
cancel 2 patent, lig may. grant anoﬂmr patenuor the
pmvm ‘himaelf to be the prlor invenwr ST

- (b) When the effective filing date ot ap . appiicant
is three months or less subsequent t{o the. effective
filing date of & patentee, the applicant; before the in-
terference will be declared; sball file an affidavit that
he made the invention in contreversy in. this country
before the effective filing date of the patentee, or that
his acts in this country with reéspect to the invention
were sufficient to establish. priority of invention rela-
tive to the effective Aling date of the patentee. .

(¢} When the effective filing date of an applicant is
more then three months subseguent to the effective
filing date of the patentee, the applicant, before the
interference will be declared, shall file two copies of
affidavits by himself and by one or more corroborating
wiinesses, supported by documentary evidence if avail-
able, setting out a factual description of acts and clr-
cumstances which would prima facle entitie bim to an
award of priority relative to the effective fillng date
of the patentee, and accompanied by an explanation
of the basis on which he belleves that the facts set
forth would overcome the effective filing date of the
Datentee. Upon a  showing of sufficient’ cause, &an
-afiidavit on information and belief as to the expoected
testimony of a witness whose testimony is necessary
to overcome the filing date of the patentee may be
accepted in Heu of an affidavit by such witnegs, If the
examiner finds the case to be otherwise in condition
for the deciaration of an interference he will consider
this material only to the extent of determining whether
a date prior to the effective filing date of the patentee iz
alieged, and if so, the interference will be declared.
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ent and ,lﬂ'erm%i therefrom by an. immaterial
variation or by the exclusion of an immaterial
limitation to invoke an interference as stated in
Rule 206. . :

Where a patent claim must be modified, the
count of the interference should be the broader
claim as between the patentee and the applicant.
Thus, if an immaterial limitation is excluded,
the count of the interference should be a copy
of the modified patent claim as made in the
ap%lication following the practice as explained
.in Bonine v, Bliss, 1919 C.D. 75; 265 O.G. 306.

(Basis: Notice of October 3, 1962.)
For the practice to be followed where an in-
terference In fact exists between a patent and
an application but, because of overlapping nu-
merical ‘ranges or differences in Markush
groups, for instance, priority cannot be prop-
erly determined on the basis of a patent claim,
see the following Notice: :

It has been found that the practice set forth
in Ex parte Card and Card, 112 O.G. 499, 1904
C.D. 383, does not adequately take care of all
sitnations where there is an interference in fact
between a patent and an application but there
are obstacles to the applicant making the exact
patent claim. v :

In those cases where the claim of the patent
contains an immaterial limitation which can
be wholly eliminated or suitably modified so as
to broaden the claim, the practice set forth in
Ex parte Card and Card should continue to be
followed.

A. In some cases, the disclosure in the appli-
cation, although for the same generic inven-
tion in fact as the patent claim, is somewhat
narrower than the claim of the patent. Under
such circumstances, the applicant should be
permitted to copy the claim of the patent
as exactly as possible, modifying it only by
substituting language based upon his own nar-
rower disclosure for the limitation in the patent
claim which he can not make. In declaring
the interference, the exact patent claim should

he wused as the count of the interference and it

should be indicated that the claim in the appli-
cation corresponds substantially to the inter-

ference count. ]
Examples of the practice outlined in the

preceding paragraph:
I. Patent Cramde 4 Rance or 10 1o 90.
Application discloses a range of 20 to 80,
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the e

‘responds substantially to the inte

act: patent claim as the count and. it should be
indicated  that the claim in. the  application
corresponds substantially to the interference
count. - : T
18 gfmrm A Marwoea Guour or 6
Application discloses s Markush group of 5
of the same 6 members, there being no distine-
tion in substance between the two grmtlgs
the pat-

Applicant may be permitted to copy
ent c?aim, modifying it by substlptuting his

5-member group for the 6-member group in
the patent claim. . . o

Interference should be declared with the ex-
act patent claim as the count and it should be
indicated that the claim in the‘a??lication: cor-

erence count.

‘B. In some cases, the disclosure in the ap-
plication, slthough for the same invention in
fact as the patent cisim, is somewhat breader
than the claim of the patent. Under such cir-
cumstances, in initially declaring the interfer-
ence the applicant should be required to make
the exact patent claim and the interference
should be declared on that claim. However, if
the applicant presents and prosecutes a motion
to substitute a broader count and, in connec-
tion with such a motion, makes a satisfactory
showing, as by demonstrating that his best
evidence lies outside the exact limit of the
patent claim, the applicant may be permitted
to substitute a count wherein language based
upon his slightly broader disclosure replaces
the corresponding limitation in the patent
claim. In redeclaring the interference, the
application claim should be used as the count
of the interference and it should be indicated
that the claim in the patent corresponds sub-
stantially to the interference count.

Examples of the practice outlined in the pre-
ceding paragraph:

1. Parent CLams A Rance or 20 10 80,

Application discloses a range of 10 to 90,
there being no distinction in substance between
the two ranges.

Applicant should be required inmitially to
copy the exact patent claim.

Interference should be declared initially with
the exact patent claim as the count.
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cluding the ranges of 10 to
. the interference count, the intex-
mce may be declared having as & count the

patent claim modified by substituting his ‘
of 10 to 90 for the
patent claim. Rule 205(a).
Similarly, the spplicant may seek such sub-
stitution after the interference is declared on
the exact patent claim by filing a motion to
substitute a count with the broader range sup-
ported by a similar showing.

In either case where the application claim is

accepted as a count, it should be indicated in
the interference notices and declaration sheet
that the claim in the patent corresponds sub-
stantially to the interference count.

II. Parext Crangs o Margvsa Guoup orF &
MzeypERs

Application discloses a Markush group of 8
members, including the 5 claimed in the pat-
ent, there being no distinction in substance be-
tween the two gron(*)s. L.

Applicant should be required inmitially to
copy the exact patent claim.

1721

“of 20 to 80 in the

nee should be declared initislly with

L patent claim 83 the count,
If, in connection with s motion to substitute,
the applicant makes a satisfactory showing of
the necessity for including the sixth member
in the interference count, he may be permitted
to present the patent claim modified by substi-
tuting his 6-member group for the 5-member
group in the patent claim.

Interference should be redeclered with the
application claim as the count and it should be
indicated thet the claim in the patent corre-
sponds substantially to the interference count.

C. Some cases may include aspects of both
A and B, above. Such cases should be appro-
priately treated by the same general principles
outlined above,

Examples of cases involving mixed aspects:

I. Parext Cramus Ao Ranee or 10 1o 80.
Application discloses a range of 20 to 90,
there being no distinction in substance between

the two ranges.
(a) Imitislly, applicant may be permitted to

copy the patent clsim, modifying it by sub-
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g of ‘the necessity for int

nge of 80 to 90 in the interferen
may be permitted to present the'
modified by submitting his range o
for the range of 10 to 80 in the patent cl

Interference’ should be' redeclared -
count covering the range 6f 10 to 90 and it

should be ‘inlgfcamd that both the claimin the

patent and the claim in the application cor-
respond substantially to the interference count.

IL Pare '

ZBS.

Application discloses a Markush: group.of 5.
me 6 mem .another: member .
not claimed in.the patent, there being no dis-
tinction in substance between the two groups. -

of the same 6 members; plus

(a) Initially, applicant may be permitted to
copy the patent claim, modifying it by sub-
stituting the 5 members of the.
which he discloses for the: 6-member group in
the patent claim. Lo

- Interference should be declared initially with
the exact patent claim as the count and it
should be indicated that the claim in'the appli-
cation corresponds substantially to the inter-
ference count. RN PR PR

(b) If, in connection with a motion to sub-
stitute, the applicant makes a satisfactory
showing of the necessity for including his addi-
tional member of the group, he may be per-
mitted to present the patent claim modified by
substituting the 6-member group which he dis-
closes for the 6-member group in the patent
claim.

Interference should be redeclared with a
count including in a 3farkush group all 7
members claimed in the patent and disclosed
in the application and it should be indicated
that both the claim in the patent and the claim
in the application correspond substantislly to
the interference count.

The practice outlined above should be re-
stricted to situations where the inventions
claimed in the patent and disclosed in the
application are clearly the same, so that there
is truly an interference in fact.

Until further notice, interferences declared
or redeclared in accordance with this practice
should be submitted to the Group Manager.

All prior decisions, orders, and notices are
hereby overruled to the extent that they may

with
ciples outiined in the foregoing

¥t Cramvs o Marguss Grour oF 6

tent claim.

For rejection of
1101.0'2;(6.,,, I

Rule 205. Interfevence with o patent; copping olatme
frosiv paten?. . (&) Before gn interferesce will ‘bhe de-
clared with a patent, the applicant must present in his
application copies of all the clatms of the patent which
also define his invention and such claims must be
patentable in the epplication. However, an interfex
ence may be declared after copying the claims exclod-
ing an immaterial lmitation or veristion € such

%pmd pat&nt clains. aae

" immaterial Hmitation or variation is not clearly mup-

ported in the spplication or If the appiicant otherwise
mekes g satisfactory showing in justification thereof.

{(b) Where an applicant presents a cleim copied or
substantially copied from a patent, be musel at the
time he presents the claim, identify the pateat, give
the ndmber of the patented ‘claim, and epecifically
apply the terms of the copled elaim to his own dis-
closure, unless the claim is copied in response i¢ &
suggestion by the Office. . The examiner will call to the
Comimjssioner's attention - any instance of the filing of
an application or the presentation of an smendment
copying or substantially copying claims from a patent
without cailing attention to that fact and ideutifying
the patent. *. . s .

Rule 206. Interforence with a palent; cigims improp-
erly copied. (&) Where claims. gre copied from a
patent and the examiner is of the opinion that the
applicant can make only some of the claims so copied,
he shall notify the applicant to that effect, state why
he is of the opinion the applicant cannot make the
other claims and state further that the interference
will be promptly declared. The applicant may pro-
ceed under rule 281, if he desires to further contest
his right to make the claims not inciuded in the decia-
ration of the interferénce. ‘ ' :

{b) Where the examiner is of the opinion that non
of the claims can be made, he shall reject the copled
claims stating why the applicant cammot make the
claims and set a time limit, not lews than 30 days, for
veply. If, after response by the appiicant, the rejec-
tion is made Gngl, & similar time limit shall be set for
appeal. ' Failure to respond or appeal, 88 the case may
be, within the time fixed will in the absence of a8 zatis-
factory showing, be deemed 2 disclaimer of the inven-
tion claimed.

When an interference with a patent is pro-
posed it should be ascertained before any steps
are taken whether there is common ownership.
A title report must be placed in the patented
file when the papers for an interference be-
tween an application and a patent are for-
warded. To this end the Examiner, before
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 sified in' an
- and the inter 18 declared b
R ’j*the( copiﬁ % wg\ﬁ i

fied. In sucil a case, it may be necessary te
transft:rthea ication;. inc?uding: tl!::h dra\yu
gi[gls;rethggn ference. A rimri,\o_f‘the draw-
ings should be made and filed in the group

originally hsvinghgurisqiction of the applica-
tion in place of the original drawings. When
claims are copied from a pluralit&eof atents
classified  in different grougsr,e‘ - question
of which group should declare the interfer-
ences should be resolved by agreement be-
tween the Examiners of the groups con-
cerned, possibly in consultation with the
Directors involved. SR _

1101.02(a)
o Patent

“A large proportion of mterfe nces with*iav
vh the initiative of an appli-'
tent which has’

patent arise thr
cant in copying claims of a
come to his attention through citation in an
Office action or otherwise. T :
‘If, in copying a claim from a patent an
error is introduced by the applicant, the Ex-
aminer should correct applicant’s claim to cor-

nd to the patent claim. A notation should

be added to his letter (POL 76) stating that
the correction has been made. o '
‘However, in some instances the Examiner
observes that certain claims of a patent can be
made in a pending application and, if the pat-
ent is not a statutory bar, he must take steps
to svoid the issuance of a second patent claim-
ing the same invention without an interfer-
ence. The practice set forth hereinbelow ap-
plies when an issued patent and s pendi
ammtion are not commonly assi ,
t is 2 common assignment, a rejection as
outlined in 305 should be made if an attempt
is made to claim in the pending application
the same invention as is claimed in patent.

A patent claiming the same invention as that
being claimed in an application can be over-
come only through interference p ings.
Where the effective filing date of the applica-
tion is prior to that of the patented application,
no cath is required.

If the effective filing date of the apflicant is
three months or less later than that of the pat-
ented application, the applicant must submit an
affidavit that he made the invention prior to the
filing date of the patent, even though there was

Bev. 9, Jul. 106¢

Copying Claims From a.

,. a&l&mﬁ y

204(c) to submit & showing by afi-
vits includin atleastoneb%a %
itness; and documentary.exhil !tsseﬂm%fwt

acts an mmmwwmnfgmven y tes-
timony taken. in duse course would provide suf-
ficient besis for an award. of &rmity to him
with respect to the effective fil

1 iling date of the
patent application. In connection with & re-
uirement for 8 showing under Rule 204 (b) or
?q},; or in examining such a showing submitted
voluntarily, the lKxaminer must determine
whether or not the patentee is entitled to the
filing date of an earlier domestic or foreign
application. A determination that a divisional
or continuation relationship is acknowledged in
the heading of the patent is sufficient for this
purpose as to & pavrent aplf)limtion thus men-
tioned.  In the case of a foreign application
this' determination ' will ' not ‘be ‘made unless
the necessary gzpers"( Rule 55(b)) are already
of record in the file, including a sworn trans-
lation of the foreign application if it is not n
the English language. “Where the benefit of
such earlier application is then accorded the
%i%tee, this fact should be noted on the form
50 and will be stated in the notices of
interference. N L :

The Examiner will examine the showing to
determine whether it includes the two copies
of affidavits and exhibits and is accompanied
bﬁ' ‘an explanation of the pertinency of the
showing as required by the rule. 1f dupli-
cate copies of any of the affidavits or exhibits
are omitted, the Examiner will notify the ap-
plicant of such omission and state that because
of it the application cannot be forwarded for
declaration of the interference. Lack of an
explanation should be treated similarly except
that if there are accompanying remarks, with
the amendment or in a separate paper, which
appesr to be an explanstion their sufficiency
should not be questioned. A period of twenty
days should be set within which to correct the
omission.

The substance of the showing will be con-
sidered by the Examiner only to the extent of
determining that it includes an allegation relat-
ing to priority of at least one date prior to the
effective filing date of the patentee. Absent
such a date, the deficiency should be pointed out
and the copied claims rejected on the patent
with a time Jimit for response under Rule 203.
If such an allegation is present and the inter-
ference is otherwise proper, the Examiner will




claims. - In such a case,
fuse to mpt the showmg
-c!mms onthe

notzstatuto bar
c}mmofther{p g‘

afidavit under Rul
considered special, one claim of the . patent
which the applicant clearly can make should
be selected, and an action should be made re-
fusing to a.ccept the affidavit under Rule 131
and taL ring the applicant to make the se

im as well as any other claims of the
patmt which_he' believes find support in his
application. If nece , the applicant should
be required to file the favit and showing re-
qnwed by Rule 204. In making this require-
ment, where applicable, the apphcant should
be not:ﬁed of the fact that the patentee has been
accorded an earlier effective Eﬂg date by vir-
tue of a parent or foreign application. A time
limit for response should be set under Rule 203.
In any case where an spplicant attempts to
overcome a patent by means of affidavit under
Rule 131, even though the examiner has not
made a re;ectlon on the ground that the same
invention 1s claimed in the patent, the claims of
the patent should be examined and if appli-
cant is claiming the same invention as’is clmmed
in the patent and can make one or more of
claims of the patent, the affidavit under Rule 131
should be refused, and an action such as out-
lined in the precedmg part of this paragraph
should be made. If necessary, the require-
ments of Rule 204 should be specified and a
time limit for response should be set under

Rule 203.

pﬁmi@‘ >M lt&?&@gﬁh {3 1 claims Q .
- .same invention as that claimed in the patent
- 80 that a second patent could not be

application, so that a dastmet patent could be

/131, the. case should;be

without, interference pro ‘the patent

should be cited and one cleim of the p&tent

which applicant elearly can make shoul

selected: and. the 2 phcant should be reqmmd

to make the se  claim as well as any o

claims of. patent which he belmves ﬁnd
YOrt m :

entab ﬁ erent: {n s ; ]

mh discloses the same b&t
that disclosed in the. appheatxon which hes
s filing. date later then the date of . ﬂw

granted to the applicant -without interference

proceedings, the;r%atent should be only cited to
the applicant. us, it is left to the applicant
to .determine. whether he wishes to snd can
copy the clauns of the patent

1101 02(c) Copymg Claims From a
Patent, Difference Be-

- tween Copying Patent
Claimes and Suggesting
Claims of an Application

The practice of an applicant copying claims
from ar;)atent differs from the prac{lce of sug-
ing claims for a prospective interference
involving only apphcahons in the following
respects: |

(1) No correspondeme under Rule 202 is
conducted with a junior applicant who is to
become involved in an interference with a pat-
ent but, insiead, an affidavit under Rule 204
is required.

(2) When & question of possible inierfer-
ence with a patent arises, the patent should be
cited, whereas no information concerning the
source of the claim should be revealed when
a claim is suggested for a prospective inter-
ference involving only applications.

(3) All claims of a ﬁgtent which an eppli-
cant can make should be copied.

(4) Claims copied by an applicant from «
patent may differ from the patent claims by the
exclusion of an immaterial limitation or vari-
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sugghnted fﬁgmﬁmﬁeﬁmnm ‘between
‘mits an exception wi AD-
he 8%%%'& 5 p

ﬁ 28 333 é il EX
valoft oner.

1101.02(d)-

N

- Claims Not Identified

“If"an ‘nttornéy ‘or agent presents a claim

spied or substantially copied from a patent
without indicating its origin he may be deemed
to béiseekinf;, obviously improperly, to obtain
a elaim or claims to which the applicant is not
entitled under the law without an interference,
or the Examiner may be led into making an
action different from what he would have
made had he been in possession of all the facts.
Rule 208(b) therefore requires the Examiner
to “cafl to the Commissioner’s attention any
instance of the filing of an application or the
‘presentation of an amendment copying or sub-
starnitially ¢opying c¢laims from & patént with-
out calling’ attention to the fact and identify-

ing the patent.”

1101.02(e) Copying Claims From a
Patent, Making of Patent
~_ Claims Not a Response to

N ' Last Office Action
. The'making of claims from a patent when
not required by the Office does not constitute a
response to the last Office action and does not
operafe to stay the running of the statutory pe-
riod dating from the unanswered Office action.
The declaration of an interference based on
such claims before the expiration of the stat-
utory period, by operation of Rule 212 stays

the running of the statutory period.

1101.02(f) Copying Claims From a
Patent, Rejection of
Copied Patent Claims

Resecrion Nor APPLICABLE TO PATENT

When claims from a patent are made, the
application is taken up at once and the Exam-
iner may reject such claims in the application
if the ground of rejection is not also applica-
ble in the case of the patent. Examples of
such a ground of rejection are insufficient dis-
closure in the application, a reference whose
dste is junior fo that of the patent, or because
the claims copied from a patent are barred to

Rev, 8, Apr. 1066

bleih.

vy 3

‘,gaxi ess such o claim s made
ate yor fro e date on whic th

d b noted that en spplicant is per-
mitted to ¢opy o patent claim ouatside the year
gfnod if he has béen claiming substantially
he same subject mattér within the yesr limit.
See Thomgmn v. Hamilton, 1946 (.D. 70, 585
0.G. 177; In re Frey, 1950 C.D. 382, 633 0.G.
5; Andrews v. Wickenden, 1952 C.D. 178, 659
0.G. 305; In re Tanke et al,, 1854 C.D. 212;
687 O.G. 677; Emerson v. Beach, 1955 C.D. 84;
691 0.G. 170; Riesor v. Williams, 118 U.S.P.Q.
Zg‘é Stalego et al. v. Haymes et al., 120 US.P.Q.

As is pointed out in Rule 208, where more
than one claim is fcogie‘d[fm"m; & patent, and
the Examiner holds that one or imore of them
are not patentable to applicant and at lesst
one other is, the Examiner should at onee initi-

‘ate the interferencs on the elaim or elaims con-

sidered ‘patentable to’ aniicxﬁt, rejecting the
others, leaving it to applicant to proceed under
Rule 231(a)(2) in the event that he does not
acquiesce in the Examiner’s ruling as to the
rejected c¢laims. B

ere all the claims copied from a patent
are rejected on a ground not applicable to the
patentee the Examiner sets a time limit for
reply, not less than thirty days, and all subse-
quent actions, including action of the Board
on appeal, ave special in order that the inter-
ference may be declared as promptly as pos-
sible. Failure to respond or appeal. as the
case may be, within the time fixed, will, in the
absence of a satisfactory showing, be deemed a
disclaimer of the invention claimed.

While the time limit for an appeal from the
final rejection of a copied patent claim is usu-
ally set under the previsions of Rule 206, where
the remainder of the case is ready for final
action, it may be advisable to set a shortened
statutor riod for the entire case in accord-
ance with Rule 136. :

The distinction between a limited time for
reply under Rule 206 and a shortened statutory
period under Rule 13¢ should not be lost sight
of. The penalty resulting from failure to reply
within the time limit under Rule 206 is loss of
the claim or claims invelved, on the doctrine of
disclaimer, and this is appeaiuble; while failure
to respond within the set statutory period (Rule
136) results in abandonment of the entire ap-
Eilcation. That is not appealable. Further, a

lated response after the time limit set in ac-
cordance with Rule 208 may be entered by the




saminer, if the ; . dorily
" plained (excep* that the sppro ' the Com-
missioner is required where the situation de-
scribed in the next paragrs
one day late under Rule 136 period, no matter
what the excuse, results in abandonment. How-
ever, if asked for in advance, one extension of
either period may be granted by the Examiner,
provided that extension does not go beyond the
six months’ period.

Corien Oursipe Trame Loor

Where a patent claim is to an
applicant by the Examiner for the purpose of
establishing an interference and is not copied
within the time limit set or a reasonable ex-
tension thereof, an amendment presenting it
thereafter will not be entered without the ap-
proval of the Commissioner. (Basis: Notice
of September 27, 1933.)

The rejection of copird patent claims some-
times creates a situation where two different
periods for response are runmning against the
application—one, the statutory pericd dating
from the last full action on the case; the
other, the limited period set for the response

176.1

mhwowm ts) ;but

101

tion (sither ﬁmm‘ final) of the
ims.” This condition should be

o ‘mm 0 A K
- avoided where possible as by setting a short-

ened period for the entire case, but where un-
avoidable, it should be emphasized in the Ex-
aminer’s letter. ' '

In this connection it is to be noted that a reply
to a rejection or an appeal from the final rejec-
tion of the patent claims will not stay the run-
ning of the ;:gular statutory period if there be
an unanswered Office action in the case at the
time of reply or appeal, nor dees such reply or
appeal relieve the Examiner from the duty of
acting on the case if up for action, when reached
in its regular order.

Where an Office action is such as requires the
setting of a time limit for response to or ap-
peal from that action or a portion thereof, the
Examiner should note at the end of the letter
the date when the time limit period ends and
also the date when the statutory period ends.
(Basis: Notice of June 29, 1938.) See 710.04.

ResrcTION APPLICABLE TO PATENT AND
APPLICATION

If the ground of rejection is applicablé to
both the claims in the application and the claims

Rev. 8, Apr. 1966



| of Sec. 1112.08 and befommsﬂlngthadecmon
on mokion.
The decision on such & motxon should a.vo1d

any comment on the patentability of the claims
y me pahsnﬁetg. See Noxon,

v. mx’mmu.sm.m [B-16]

1101.02(5) Gopying Ckima From a
 Patent, After Prosecution
of Application Is Closed

- or A utionlaAllowe&

[R-16

An ammdmmt presenting & patent claim in
an apphcd:xon not in issue is ususily admitted

mmpﬂy on. However, if the cass
bad closed to further froeeeutlon as by
ﬁna.l ion or allowance of all of the claims,

or Z ppeal,mchammdmentlsnotenteredasa

An mterﬁumm may result when an applicant
copies claims from a patent which provided the
basis for final rejection. Where occurs, if
the rejection in question has been appealed, the
Board of should be of the
mthdmwal this rejection so that the appeal
ma; mﬂw as to the ?zgived pcl];xms.

pmsawtzon o spplication is
closed and the eopied patent claims relate to an
invention distinet from that claimed in the
plication, entry of the amendment may be

nied. ﬁxpm&mbm,lmc.n 1;8220.6.
501.) Admmswnofthe amendmentmy very
properly be demied in a closed application, if
prima acle, the claims are not supported by ap-
plicant’s disclosure. An applicant may not have
recourse to a patent claim which he
has no right to make as s means to or pro-
loug the prosecution of his case. See 1419(4)

Arren Noriom oF ALLOWANCR

When an emendment which includes one or
more claims copied or substantially copied from

17

. adverse recommendation as to the.

Whm an mmdment is mmmi aftar Noues
of ;‘.?&om which ;me %am claims
o) or substanti & path
and the Exammer finds basis for
interference on any -he should ma

oral report to the Group -of the rea-
sons for - the ; interference.
Notification to appheant i made on Form
POLA271 if the entire amendment or & portion
of the amendment . mclndmg all the copied
claims) is refused. orequiva

should be- employul to express ths
of tlm

wpledmmbﬁi-:nmﬂyeopm

cons  fo frsing intert. ;, 3
wmthdmwal of the a.pphmtmn fz&msuemnot
dwmminecewary”

1101.03 Removing of Affidavits Be-

fore Memn@e R~
16]

When there are of record in the file, aﬁda
vits under Rule 181, 204(b)} or 204(c)
should not be sealed but should le left in the
file for consideration g the Board of Interfer-
ence Examiners. If the interference proceeds
normally, these affidavits will be removed and
sealed uil:y the Service Branch of the Board of
Patent Interferences and retsined with the
interference.

In the event that there had been corvespond-
ence under Rule 202, this should be obtained
m the Law Examiner and laft {unsealed) in

e

Affidavits under Rules 131 and 204, as well
as an affidavit under Rule 202 (which never be-
e(l))xlm; of record in tli?apphmtwn file) are avsil-
able for inspection by an opposing party to an
mterference when the mﬁmmr statements
are . Ferris v. Vuttle, 1940 C.D 5; 521

0.G.

The now opened affidavits filed under Rules
181 and 204 may then be returned to the appli-
cation Gles and the affidavits filed under Rule

202 filed in the interference jecket.




any party ,mmmmmammma

mmmummmmmm‘

and, if g0, identifying such applicstion.

(b) A patent inberference examiner wm lnltim
and declare the interforence by forwarding notices to
ths several parties to 'the procesding. Hach notfe:
shell fnclude the name snd residence of each of the
other parties snd those of his attorney or agent, and
ummmmmmwmw
Mmmwkmnnﬂnrmdﬂnum
or in the eage of & petonies by the number and date of
the patesd.  The notices shall also specify the issue of
the interference, which shall be cleariy and coneclsely

Whmumm“whmw

MNWWM(MB:&.&&

otumeowithanulnmddmndthe

patent which can be medes by the spplicant should con-
siitnte the cowmim), and shell indicate the clelm or
claims of the respective cuses corresponding to the
count or counis. If the spplication or patent of &
pexty included in the interfevemce is a division, com-
Mcmdamm
mmmmmmuumuedm
the filing date of such prior application, the notices
ehall so state. Kxcept as noted in paragraph (e) of
this sectiom, the notices ehall slso set & schedule of
tirses for teking various actions as follows:

{1) rwmmmmmm,

by rule 215 and eerving notice of such fling, not less
than 2 months from the date of declaration.

(2) For each party who files 2 preliminary state-
ment to gerve & copy thereof om each opposing party
who &lso fler a preliminary stetement a8 reguired by
rale 215(b), not less than 15 days after the expiration
of the time for filing preliminary statements.

{8) Por filing motions under rule 281, not less than
4 months from deciaration.

{c) The notices of interferenmce shall be forwarded
by the patent interference examiner to all the parties,
in care of their attosneys or agents; & copy of the
notices will alao be sent the patentees in person and, if
the patent in interference has been assigued, to the
assigness,

(d) Whem the notices sent in the interest of s patent
are weturped to the Office undelivered, or when one of
the parties resides abroad and his agent in the United
ftates is unknown, additions] nolice may be given by
publication in the Oficial Gasette for such pericd of
time as the Commissioner may divect.
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) cr.r‘echclanng an’ mborfemnee
wing be borne in mind:"
(1) That no party should be ;nade ]nmoras

to some counts and senior as o ¢ !mt that

two interferences should be set the

patty with two applications junior in ope in-
mnoeandsmmmtbeother

in which each ptzty
mvolved oneverym& 5
{8) That whers sn phcant pute identical
claims in two apphcaﬁcm by virtue of one of
which he will be the senior and of the
other the ]umorﬂmhm‘_ ication shouldbe
placed rence, lea
atgaphcant to such benefit as he may rom
senior app. aﬂmr by motion to shlft
the burden of proof or by mtrodnu’}g
senior into the interference as evidence,
re Redeclaration of Interference Nos. 49,685;
49,638 49,866 1926 C.D. 75; 350 O.G. 8)
The Initial Memomduma.ndtheﬁlestobe
involved are forwsrded to the interference
Service Branch. Any correspondence under
Rnhﬂ%ahonldbeobtsmedtmmthehw
Examiner and  forwarded with the other
papers. See 1101.08. This same practice ob-
tains in the case of affidavits of this nature in

’ e intorforonce Is not

in the Dec ratzmpupm) If a patent
is mvolved in the interference, a recent title
mportonthepamntshmmldbe orwarded with

the other
The i ormatmn to be included in ths initiat-

ing memorandum is set forth below:

1102.01(a) Initial Memorandum to
the Board of Patent Inter-
feremces [R-16]

The initisl memorandum to the Board of
Patent Interferences is written on Form PO-




be sgl)p the using addi-
tional plain sheets if needed. The files to be in-
cluded in the interference should be listed by
Iast name (of first listed inventor if application
is joint), serial number, and filing date 1rrespec-
tive of whether an appila.tl_oq or a patent is in-
volved. The sequence of the listed applications
is completely immaterial. * If the Examiner has
determined that s party is entitled to the benefit
of the filing date of one or more spplications
(or patents) asto sll counts by virtue of a con-

i art relationship the blanks pro-

rovide cont ,ﬁ:ﬁf;’gﬁmyw
application to which & party is en-
titled. Although a;futg will not normalily be
iven the benefit of s gmﬁ"m: in
.declaration notices, if the Examiner has
dMArmined.thatm is in fact entitled to
the benefit of such application in connection
with the requirement for a sh under Rule
904, this should be noted on the form PO-850
(see section 1101.02(a)) and the notices of in-
terference will indicate that such benefit hes
been accorded the patentee. The claims in each
case which are un table over the issme
should be indicated in the blanks provided for
that . The Examiner also must furnish
a table showing the relation of the counts to the
claims of the respective parties in the area pro-
vided in the form as for example:

Jones Smith Green
16 8 2

3
2 5 1 3(m)
a. 1) b 13 &

4 4 11 é(m)

The indication of claims in each case which
are regarded as unpatentable over the issue is
based on the decisions in Votey v. Wuest v.
Doman, 1804 C.D. 323; 111 O.G. 1627 and Earll
v. Love, 1809 C.D. 56; 140 0.G. 1209 in which
it is held that when an interference is declared

involving a tee and the Examiner is of
the opinion the application or applications
contain claims not tably different from the
issue of the i

erence, he should amd to
the letter to the applicant a statement such
claims, specifying them by number, will be held

will probebly result in fewer motions under
Rule 231 (b).

orandum to the Board.of

Qleus ot the wrovisions of Rule.
Examiners, who forwarding the Initial @33
= of Patmt Tntrisrncs,

iner will also call to the attention of the parties
and the attorney the requirement of the second
sentencaof Bule201(c). . . ‘

In an interference involving & fg:et:nt, if the
Primary Examiner discovers a reference which,
in his cpinion, renders a count obviously un-

patentable, action should be taken in accord-
ance with ion 1101.02(f).

If one or more of the counts are clasims of an
involved patent mtzftﬁed to bmsht};ﬂroe.cl‘:::d th‘;r: 0%15&
corresponding patent claims, the w -
fied” or “substa.gtially” should appear in paren-
theses after the co nding claims of the
patent in the table of clsims. In other situa-
tions where exactly mrmpondmg claims are
n'cg. mﬁe in the app}iaatim_éie an tdeon«
side: interfering, seo the guides and ex-
amples et forth in Section 1101.02 as to the
proper designation of the relationship of the
claims to the counts. In any event, whers one
of the parties does not have a claim co, d-
g.ngjexwtly to the count, the Examiner should
indicate by the world “count” and an arrow
which claim in the table of counts is to be the
count. This should be the broader claim, of
course. The indication should be made for
each count. If an application was merely in
issue and did not become & patent, the original
claim numbers of the application, prior to revi-
sion for isaue, should be used.

A certificate of correction in a patent should
not be overlooked. For the best practice in iv-

g, 36, bype. 1068




i - N it - wm b .
cial, nded the 'roswutmu of Such ph-
eatxmplzas been diligent on the purt ofp

1103 Suspensmn of Ex Parte Prosecu-
tion, Full or Partial [R-16]

Rule 818. Buspension of ew» perte proseouiion. On
declaration of the interference, ex perte progecation
of an application is suspended, and amendments and
other papers received during the pendency of the in-
terference will not be entered or comsidered without
the comsemt of the Commissioner, except 28 provided
by these rules. - Proposed emendments directed toward
the declaration of an interference with another party
will be congidered to the extent necessary. Ex parte
peosecution a8 to specified matiers may be continued
concurvently with the interference, om order from or
with the congeat of the Commissioner.

The treatment of amendments filed during
an interference is considered in detail in sec-
tions 1108 and 1111.05.

Ex parte prosecution of an appeal under Rule
191 may proceed concurrently with an interfer-
ence proceeding involving the same application
provided the Exmmner who orwards
the a Pealcertlﬁee, in a memorandum to be
pl in the file, that the subject matter of the
interference doeg not conflict with the subject
matter of the appealed claims,

For_ treatment of other applications by the
same inventor or assignes having overlapping
claims with the application being put into in-
terference see 709 01 and 1111.08.
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 to oneor more of the applications becomes neces-

&ﬂeonwhmh thaiemmumd from
thst date the files of the various spphmtsgaiﬁ

mdt.omspe&onbyo@brpmﬁw

If, mdgpendant of that mherfereme, act.non as

Socary apphcation or applieations Eroms the
DScessary app. on or applications
Commissioner but first forwards the letter (or
lettars) to the Group megar for- val.
See 1111.05 and Form at 1112.06(a). It is not
fomthattheanaryEmm_nermllneed
to take action for which he jurisdiction
of the entire interference. However, if circum-
stances arise which appear to require it, the
Primary Examiner should request jurisdiction
from the Board of Patent Interferences.

The Examiner never asks jurisdiction of &
patent file, but merely borrows it if needed, as,
where the patent is to be involved in & new
interference.

1105 Matters Requiring .Deeision by
Primary Examiner During Inter-
ference

Raule 221 Motions bofore the primery eoaminer. (8)
Witkin the period set in the notice of interforemce for
filing motions any party to an interference may fle
& motion secking:

{1) To dissolve as to one or more counts, except that
such motion based on facts sought to be established
by afidavits or evidence outside of official records apd
printed publications will not normeily be considered,
and when one of the parties to the interference 12 a
patentee, no motion to dissolve on the ground that




{2) To amend the lssue by addition or substitution
of new counts, . G

(8) To subetitute ‘any other applidation owned' by
him as to the existing issue, or tn.dﬁelnde any other
application or patent owned by him as to any subject
matter other than the existing issue byt disclospd: in
his application or patent involved in the interference
and in. an opposing party’s application or patent in
the interference which should be made the basis of
interference between himseif and such other party.
Copies of such other application must be served on
all other parties and the motion must be accompanied
by proof of euch service, - : St

{4} ‘To shift the burden of proof, or {0 be aecorded
the benefit of an earlier application which would not
change the order of the parties. S

{5). To emend an involved application by adding or
removing the names of one or reore inventors as pro-
vided fn rule 43. AT TIELOr

(b} Each motion must contsin a full statement of
the grounds therefor and reasoning in support there-
of. Any opposition to 2 motion must be filed within
20 days of the expiration of the time set for €ling
motions and the moving party may, if he desires, file
2 repiy to such opposition within 15 days of the date
the opposition was filled.  If a party files a timely
motion to dissolve, any other party may file a motion
to amend within 20 days of the expiration of the time
set for filing motions. Service on opposing parties of
an opposition to a motion to amend which is based on
prior art must include copies of such prior art. In
the case of action by the primary examiner under rule
237, suck motions may be made within 20 days from
the date of the primary exeminet's decision on motion
wherein such action was incorporated or the date of
the communication giving notice to the parties of the
proposed dissolution of the interference.

(c¢) A metion to amend or to substitute another
application must be accompanied by an amendment
adding the claims in question to the application con-
cerned if such claims are not already in that applica-
tion.

{dy Al proper motions will be transmitted to and
considered by the primary examiner without oral
argument. Requests for recomnsideration will not be
entertained.

(e) In the determination of a motion to dissolve an
interference between an application and a patent, the
prior art of record in the patent file may be referred
to for the purpose of construing the issue.

(£) Upon the granting of 2 motion to amend and the
adoption of the claims by the other parties within a
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which bave been once considered by the primary ex.
not beconsidered. . R
" An interference may be enlarged or dimin-
ished both as te coumts and applications in-
volved, or may be entirely dissolved, by actions
taken under Rule 231 “Motions before the Pri-
mary Examiner” or under Rule 237 “Dissolu-
tion at the request of examiner”. The action
may be a substitution of oné or more counts,
the addition of counts or dissplution as to one or
more coutits or as to all counts, a change in the
application by addition, substitution, or dissolu-
tion a shifting of the burden of proof; or a con-
version of an application by chianging the num-
ber of inventors. See 111107, "Decisions on
questions arising under this rule are made under
the personal supervision of the Primary
Examiner. o
Examiners should not  consider exparite,
when raised by an applicant, questions which
are pending before the sﬂice in inter partes pro-
ings involving the same applicant or party
in interest. See 1111.01. :
Occasionally the entire subject matter of the
interference may have been transferred to an-
other group between the time of declaring the
interference and the time that motions are trans-
mitted for consideration. If this has occurred,
after the second group has agreed to take the
case, the interference Service Branch should
be notified so that ;ﬁpropriate changes may
be made in their records. ,

1105.01 Briefs and Consideration of
Motions

A party filing a motion is expected to incor-
orate his reasons with the motien so that an
mitial brief is not contemplated although if
filed with the motion it wou{d not be objection-
able. Under Rule 231(b) other parties have
twenty days from the expiration of the time for
filing motions for filing an opposition to a mo-
tion, and the moving party may file a reply brief
within fifteen days of the date such opposition
is filed. If a motion to dissolve is filed by one
party the other parties may file a motion to

Rev. 8, Apr. 1068



{ Examiner sheulgl take up the motions
pmmpt y and should brief deci-
sion setting out in addition. , actual
ing or denial of each motion only the bas
clusions upon which denial or granting i
A statement of these conclusions may b
if they are obvious from the. decisi ision Ltself and
- the motion. See 1105.06. . .. :

In motions of the types spec
anaty Exaxmner

sion, Motlons requu'mg such eonsu ta.tlon andf
approval are:

- Motions to amend where the matter of sup—
port_for a count is raised in opposition or
the Examiner decides to deny the motion
“for that reason,

Motions relating to the beneﬁt of a prior
‘application,

Motlons to dissolve on the ground that one
or more parties have no right to make the
counts,

Motions to dissolve on the ground of no inter-
ference in fact,

Motions to convert an apphcatlon toa dlﬂ'er-
ent number of inventors, and

Motions to substitute or involve another ap-
plication in interference where the matter
of support for a count is raised in opposi-
tion or the Examiner decides to deny the
motion for that reason,

The name of the Board member to be consulbed
will appear in pencil on the letter transmitting
the casa to the Primary Examiner. The con-

sultation will normally be at the offices of the
Board of Patent Interferences. The Primary
Examiner should arrange a convenient time by
telephone. In the case of motions to nmend
or to involve another application the Patent
Interference Examiner mr 1 examine an ?)po-
sition which may have been filed an the
question of right to make the proposed counts
as to any party is raised thereby, he will indi-
cate in his letter transmitting motions the nec-
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any such No oral hearmg w1ll be seh The |

consult wi ndob

By the grantx of & motion to dmhm, one
or more’ partxesngmy be eliminated from the
interference; or certain of the counts may bs
eliminated. Where the interferencs is dis-
solved as to one or more of the parties but at
least two remain, the mterfemnce is returned
to the Primary Examiner prior to resumption
of proceedings before the Patent Interference
Examiner for removal of the files of the parties
who are dissclved out. ' £ parfe action is re-
sumed as to those applications and the interfer-
ence is continued ‘as to the g parties.
The ex parte action then taken in-each rejected
application should conform to the practice set
forth ‘hereinafter under the heading “Action
After Dissolution” (1110). See 1302.12 with

t to listing reference% discussed in mohon
decisions.

“With respect to & motion to dissolve on the
ground that one or more parties cannot make
one or more counts it should be kept in mind
that once the interference is dissolved as to a
count any appeal from a rejection based thereon
is ex parte and the views of other parties in the
interference will not be heard. In order to
preserve the inter portes forum for considera-
tion of this matter a motion to dissolve on this
ground should not be granted where the deci-
sion is a close one but only where there is clear
basis for it.

Tt should be noted that if all parties
a upon the same ground for dissolution,
which ground will subsequently be the basis for
rejection of the interference count to one or
more parties, the interference should be dis-
solved pro forma upon that ground, witlout
regard to the merits of the matter. This agree-
ment among all parties may be expressed in the
motion papers, in the briefs, or m apers di-
rected solely to that matter, See Buchli v, Ras-
mussen, 339 O.G. 223; 1825 C.D. 75, and Tilden
v. Sn 1923 ¢.D. 30; 309 O.G. 477 and
Gelder v. Henrv 77T USP.Q. 223,

Aflidavits re]atmg to the disclosure of 2
party’s application as, for example, on the
matter of operativeness or right to make,
should not be congidered but affidavits relat-




' ot '8 statutorgv) bar} is ante-
@ the effective filing ‘dates or the alle-
gations in the preliminary statements of sll
arties, then the snticipatory effect of that

nt or publication nesd n sidered
by the Examiner st this time, but the.
ence should be considered if at least one party
fails to antedate its effective date by his own

filing date or the allegations in his prelimi-  closs

nary statement. See Forsyth y. Richards,
O, 115; 115 0.6. 1327 snd Simons v. Dual

In deciding motions under Rule 231(a) (1)
the B ek cuold not be misied by cgfa&%g |

of dec : Cu ;
ent Appeals to the effect that only priority and
ma.ttell')spe:nt:illa’ry thereto will ﬁep considered
and that patentability of the counts will not
be considered. These court decisions relate
only to the final determination of priority,
after the interferemce has passed the motion
stage; in the ordinary case a motion to dis-
solve may attack the patentability of the count
and need not be limited to matters which are
ancillary to priority.

1105.03 Decision on Metion To
Amend or To Add or Substi-
tute Other Application

Motions by the interfering parties may be
made under ﬁule 231(a) (2) and (38) mii or
substitute counts to the interference and alse to
substitute or invelve in interference other ap-
plications owned by them. It should be noted
that, if the Examiner grants a motion of this
character, he sets & time for the nonmoving
parties to present the allowed proposed counts
1n their applications, if necessary, and also sets
a time for all parties to file preliminary state-
ments as to the allowed proposed counts. An
illustrative form for these requirements is given
at 1105.06. If the claims are made by some or
all of the parties within the time limit set, the
interference is reformed or a new interference
is declared by the Patent Interference Exam-
iner.

If a motion under Rule 231(a) (3) relates to
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but this withdrawal ‘,
* to further ex parte progecution and if the mo-

 patent ownad .

‘of the Court of Customs and Pat-

does not mpen ¢ case

tion is denied the case is returned to issne with
s new noticeof ellowanee. . . .
It will be noted that Rule 281(a) (3) does not
specify .that a perty to the interference may
bring & motion to include an application: or
' by him as to mbl);lect ‘matter, in
the existing issue, which is not dis-
i ‘apphoation or patent almad;r

i and- i an opposing party’s
, mt&mmﬁ.erg;me, Con-
; ilnre. to bring such & metion
msigzlmd by the Examiner to re-

i estoppel ageinst any party (o an

in 08 RS tmsu%?;%i&;:mﬁtﬁg not: disclosed
in his eass in the interferance... On the other

hand, if such & motion i3 brought during the
motion period, secrecy as to ‘the application

named é} erein is t!eaned'fg have been waived,
access thereto is given to the opposing parties
and the motion may be transmitted by the Pat-
ent Interference Examiner; if so transmitted, it
will be considered and decided by the Primary
Examiner without regard to the guestion of
whether the moving party’s case already in the
interference discloses the subject matter of the

proposed claims.
CoNCURRENCE oF Ali ParriEs

Contrary to the practice which obtains when
all parties upon the same ground for
dissolution, the concurrenca of all parties in a
motion to amend or to substitute or add an ap-
plication does niot result in the sutomatic grant-
g of the motion. The mere agreement of the
parties that certsin proposed counts are patent-
able does not relieve the Examiner of his duty
to determine independently whether the pro-

counts are patentable and allowable in
the applications mvolved. Hven though no
references have been cited n%ainst proposed
counts by the parties, it is the Kxaminer’s duty
to cite such references as may anticipate the
proposed counts, making a search for this pur-
pose if necessary.

Also, care should be exercised in deciding
motions that any counts to bs added to the
existing interference differ materially from the

Bev. 8 Apr., 1968




eﬁaﬁm in the case of:
and a proposed count to
kf the answer is'a , _
the propossd copnt should be grant 3
» ‘patent -is involved, all of the patent claims
which the applicant can make must be included
as counts of the interference. RN
The Examiner should also be careful not
refuse tance of a count broader than orig-
inal ‘counts solely on the ground that it does
not differ materially from them. If thatisin
fact the case, and the proposed count is patent-
able over the prior art, the Examiner should
ﬂnt the motion t;) ;he;egetmt of substitutin
-proposed count for the broadest origina
count so that the parties will not be limited in

their proofs to include one -or more features

which are mnnecessary- to patemntability °fm

count. ' Where there 1s' room fora - :
difference of oginion:ts;to whether two claims
are materially different (or patentably distinet)
it is advisable to add the proposed claim to the
issue rather than to substitute it for the é;l;ﬁnl?
count. This will sllow the parties to it
priority evidence as to both counts.

Afidavits are occasionally offered in sup
of or in opposition to motions to add or sabsti-
tute counts or applications. The practice here
is the same as in the case of affidavits concern-
ing motions to dissolve that is, afidavits relat-
ing to disclosure of a party’s application as, for
example, on the matter of o iveness or right
to make, should not be considered, but affidavits
relating to the prior art may be considered by
analogy to Rule 132.

If a motion under Rule 231{&) (2) or (8) is
denied on the basis of a reference which is not
a statu%bar, and which is cited for the first
time by the Examiner in his decision, the de-
cision may be modified and the motion granted
upon the filing of r affidavits under Rule
131 in the application file of the party involved.
This is by analogy to Rule 237, although nor-
mally, request for reconsideration of decisions
on motions under Rule 231 will not be enter-
tained. Rule 231(d). These afidavits should
not be opened to the inspection of opposing
parties and no reference should be made to the
dates of invention set forth therein other than
the mere statement that the effective date of the
reference has been overcome, As in the case of
other affidavits under Rule 131, they remain
sealed until the preliminary statements for the
new counts are opened.
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" ment does not
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tion Under Rule 231(a)(4)

The Primary Examiner also decides motions
relating to benefit of a prior application under
l;ul«;) :'.’rdl(a)'(f4)’. ’if‘)‘;ne‘st‘:‘x_u'a.yI involve shifting
the burden of proof or merely giving = ¥
the benefit ofgn earlier datg ﬂgil_ich wiﬁa;tot
change the order of the parties. They may
result in judgment or order to show causs
against a junior party whose preliminary state-
t allege dates prior to the earlier
application or, in the casé of a junior party, they
may shorten the period for which diligence must
be proved or change the burden of proof from
that of beyond reasonable doubt to & mere pre-

ponderance of the evidence. =

If there is doubt whether an earlier appli-
cation discloses the invention involved in the
interference, there bemg & reasonable ground
for denying the party’s right to it, a party
should not be given the earlier record date.
The denial of a motion to shift the burden of
proof does not deprive a party of the benefit
of the earlier application upon which the mo-
tion was based. He may have the matter re-
viewed at final hearing ( Rule 258) and he may
introduce that application as part of his evi-
dence to be subject to argument by all parties
and to-be considered by the Board of Patent
Interferences. See Greenawalt v. Mark, 1904
C.D.352; 111 O.G. 2234,

In deciding & motion of this nature, it is usu-
ally advisable first to determine exactly which
counts will be involved in the final redeclaration
of the interference. The practice in deciding
the motion should then follow that set fort
in the case of In re Redeclaration of Interfer-
ences Nos. 49.635; 49,636; 19,866; 1926 C.D.
75; 350 O.G. 3. In accordance with the last
stated case, no party in an interference should
be made junior as to some counts and senior as
to others. Therefore, if, in considering & mo-
tion to shift the burden of proof, it is found
that the moving party is entitled to the henefit
of an earlier filed application as to some counts
but not as to other counts in the same interfer-
ence, the motion should be denied.




tweehwxe earlier %F;:I:emm and M : M

8 ion either by copsndency or by

3 I;tweessm copendmgapphcyatmag WM
Py ‘

snch an. agplwmo _ ‘

th:a of its filing date msay
nior party by & motion to
U' o pmhu ‘McBurney v.
ones, Beste v. Martin,
1958 C.D. 178, 729 0.G. 724; Fried et sl v.
Murmy et.al., 1959 C.D, 311, 746 O.G. 563.

With mpect to the shi - of ‘the burden
of proof it shouldshbe Mﬁg that the order tﬁf
taking testimony should be placed upon the
applicant last to ﬁle unless all the counts of the
interference read upon anearlier. apphcamon
which antedates that of the other Part‘;

For proving of foreign. ﬁlmg N orml"
Priority see 201.14, 201.15 and for the determi-
ggnog .of rlghts under Public Law 690 see
201.1

1105 05 Dusolution on Prnnnry Ex-
 aminer’s Own Request Under
' Rule 237

Rule 237. Dissolution at the request of examiner.
If, during the pendency of an interference, & reference
or other reason be tound which, in the opinion of the
primary examiner, renders all or part of the counts
unpatentable, the attention of the Board of Patent
Interferences shall be called thereto. The interference
may be suspended and referred to the primary exam-
iner for consideration of the matter, in which case the
parties will be notified of the reason to be considered.
Arguments of the parties regarding the matter wiil
be considered if filed within 20 days of the notifica-
tion. The interference will be continued or dissolved in
accordance with the determination by the primary
examiner. If such reference or reason be found while
the interference is before the primary examinep for
determination of & motion, decision thereon may be
incorporated in the decision on the motion, but the
parties shall be entitled to reconsideration if they
have not submitted arguments on the matter.

Rule 237 covers dissolution of an interference
on the Primary Examiner's own motion if he
discovers a reference or other reason which
renders all or part of the counts unpatentable.
Two procedures are available under this rule:
First, if the Primary Examiner finds a refer-
ence or other reason for terminating the inter-
ference in whole or in part the interference is
before him for determination of a motion, deci-
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state that reconsiderstion may ‘be Tequested
within the tims specified in Rule 244(c).
(Basis: Notice of May 29, 1937.)

Second, if the Primary Exsminer finds a ref-
erence or other reason for terminating the inter-
ference in whols or in part when the intetfer-
ence is not before him for determination of a
motion, he should call the sttention of the Ex-
aminer of Interferences to the matter. The
Primary Examiner should include in his le&ter
to the Interference Examiner a statement a
plying the reference or reason to each of th
counts ‘of the interference which he deems un-
patentable and should forward wi
nal signed leiter a copy . thereof for ew:h of the

arties of the interfersnce. Form o 1112 08
f asns Notme of June 14, 1938.)
m yrelin ‘statemen {s have bmm open

a

ule 227, or if not and g
author?zes the Pr xy miner to P&ﬂy
St&@ement, eﬁeﬂt my be glven

preliminary

thereto in considering the apj Iicabiht of a
referggee to the count under } See
1105 ' '

“The Patent Interference Exammer msy sus-

end the interference and refer the case to the

rimary Examiner for his determination of the
question of patentability, which is inter partes
as in the case of a motion to dissolve. Briefs
may be filed within twenty days of the notifi-
cation of the parties of the referral, but ne
hearing will be set. Decision is prepared and
mailed by the Primary Examiner as in the case

of a motion to dissolve.

In cases involving & patent and an appli-
cation where the Primsry Examiner raises the
question of patentability of the count, atten-
tion is directed to Noxon v. Halpert, 128
US.P. Q. 481.

If, in an interference involving two or more
apphcatlons, a reference is brought to the at-
tention of the Examiner by one of the parties
to the interference, that fact should be made
of record by the Examiner in his letter to the
Examiner of Interferences under Rule 237.

If, in an interference involving an applica-
tion and & patent, the applicant ealls attention
to a reference which he states anticipates the
issue of the interference, the Examiner of
Interferences will forthwith dissolve the inter-
ference, and the Primary Examiner wili there-

Bev. 5, Jul. 1085
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110506 Fam of Deemmn I.etter

In order to mduee the pendency of apphca~
tions involved in interference proceedings, Pri-
mary Exaxmners are dir to render deci-
sions on motions within 30 days of the date of
transmittal to them.

The decision should separately refer to and
decide each motion which has been transmitted
by merely a statement of decision as granted
or denied, supplemented by a brief statement
of the concluswn of fact or Iaw or
provided the basis for the decision to the extent
that this is not obvious from the statement of
the mouon. Different grounds urged for seek-

grticular action, such as dissolution for
exam le, should be referred to and decided as
aeparate motions.  The granting or denial of a
motion to dissolve on s single ground should
ordinarily need no statement of conclusion.
When a motion to dissolve on the ground of
no right to make urges lack of support for
more than one portion of a count and is granted,
the Examiner should indicate which portions
of the count he considers not to be disclosed in
the application in question. The same practice
applies in denying a party the benefit of prior
application.
otions to amend or to substitute an appli-
catiun do not re% ire any statement of conclu-
sion if granted, but a denial should be supple-
mented by a statement of the conclusion on
which denial is based. If an aplélwatlon is to
be added or substituted and the Examiner has
determined that it is entitled to the filing date
of a prior application by virtue of a divisional,
continustion or continuation-in-part relation.
ship, the decision should sostate.

Ezamples of the above are given in the
following:

The motion by Brown to dissolve on the
ground of unpatentebility to all parties over
X in view of Y is denied.

The motion by Brown to dissolve on the
ground that Jones has no right to make the
count is granted. It is considered that the
expression “___. .. ___. ” is not supported by
the Jones disclosure.

Bew, 5, Jul. 1065

‘both which -

e P 2 5 p3 bkl . 5 i

to contest pnomty ss to mposad count 2 they -

should assert it by am%mm, their mspc%
tian

ter thereof.
On or before ... _
manded by Rules 215

velope bearing ‘the na ,
and the number and’ title of the interference.

See also Rule 231 (£}, second sentence.
If a motion to submtuw saother commmﬂ;'
owned ap lication by a’ different inventor is
granted, the decision ¢hould include a para-
fﬁh settm a time for the substituted party
ea prehmmary %tatement in the fo]lowmg

, irty -
t-hq_p;arty R ﬁle on or before
, 2 preliminary statement as réguired
bearing
h mter-

by Rules 215 et s¢q. in 3 sealed envélop
his name and the number &nd title of

ference
The decision should cloge Wxt*h a warnmg

statement such as the followir

No reconsideration (Rule %l(d) second sen-
tence).

The time periods fixed in the dzcnsnon for
copying allowed: proposed counts and for filing
preliminary statements should ordinarily be the
same and & period of 30 days should suffice in
most cases. However, where mailing time is
materiaily longer, as to the Weat Coast or for-
eign countries, or when an sttorney and inven-




1105.01, the w :
followed by an indication of matters
such ‘epproval. . For example, i)
“Appmm& as 10 the motion to shift the
burden pmof_ » .
decision i3 signed byt
7 the proper clerical
the ‘complete interference fiie is foi
ihe Sewwe Branch “Board

othem daued the last‘ entry
and Denied”, and of course,

have been denied, the last entr

nied.” If a date for copying a owed proposed

counts and for filing preliminary statements
has been set, this should a]so be in cated at the
end of the line by

"% A mendment and Statement due......... »

Below are examples of entries which should
be made in the interference brief in the section
entitled “Decisions on Motion™ (Form P(-222)
in each case involved in the interference:

‘Dissolved -

Dissolved asto connts 2 and 3

Dissolved as to Smith

Counts 4 and 5 admitted

These entries should be verified by the pri-
mary Examiner.

Determination of the next action to be
taken is made by the Service Branch of the
Board. Examples of such action may be redec-
laration, entry of judgment, or setting of time
for taking te@ttmony and for filing briefs for
final hearing.

1105.07 Petition for Reconsideration
of Decision

Petitions or requests for reconsideration of &
decision on motions under Rule 231 or 237 will
not be given consideration. Rule 231(d) sec-
ond sentence. An exception is the ease where

rs be
SemcepeBmml:%g “The .

Primary Exanfiner will
ization. The same p
declaration of any n

/ ‘ €Ly 11 - .ﬂﬁtﬁ, the
elimination of parties or a shifting of the bur-
den of proof, no redeclaration is necessary.
The motion decision itself constitutes the pa-
per deleting counts or parties and is likewise
ofadequatg notlce of the shxftmg of the burden
proo

(2) It the motion decxslon resnlts in :my
addition or substitution of partlm or applica-
tions or the addition or substitution of counts,
then redeclaration is necessary. If redecls-
ration 'is necessary, the information

within category (1) is also inchided in the re-
declaration papers. The old counts should re-
tain their old numbers for ease of identification.

(3) Since all of the necesssry information
concerning an application to be added or sub-
stituted should a ﬁg@&r in the motien decision
or on the face of ¢ %phcamm ‘file no separate
ecommunication from ¢ Pmmary Examiner to
the Patent Interference Exa.nuner is’ necessarv
or desired.

The Patent Interference Exammer will de-
termine whether or not the nonmoving parties
have copied the proposed counts which have
been admitted w1thm the time allowed and if
they have, he will proceed with the redeclara-
tion. Tf a party.fails so to copy a pro
count and thus will not be included in inter-
ference as to such count the application will
be returned to the Primary Examiner by the
Patent Interference Examiner with a memo-
randum explaining the circumstances, unless

Bev. 12, Apr. 1867




£ prowdure to be follt)wed
when the Examiner finds, or there is filed, other
or new applications interfering As to Hoine iof
as to all of th&hasbeeu tﬁkelg 3 edure. hen
'mlmon een a«,.;,.,; i

y rocedure Whe'nﬁy ;

er: bnf, mﬁxer af-
_mn taken ﬁ'fé Patent Interfer

eace Examiper..
The . anary Exammer forwards Form
accompamed by the additional anpli-
ea&mn ‘to .the .interference  Service B !
giving the same mformatlon regarding the
additional application as in connection mth
an original declaration (1102 01) and also in-
cluding the number of the interference.  If no
testimony has been taken, the Patent. Interfer-
ence Examiner will as a matter of course sus-
pend the interference and redeclare it to include
the additional Yarty setting such times for the
new. party or all parties as Is consistent with the
stage of roceedmgs at that point. If the addi-
tional party is to be added as to only some of
the counts, the Patent Interference . iner
will declare a new interference as to those co-nts
and reform the original interference om...ing
the counts which are mcluded in the newone.
In this case the fact that the issue was in another
interference should be noted in ull letters in the
new interference.

1107 Examiner’s Entryin lnterference
File Subsequem to Interference
An interference is terminated either by dis-
solution or by an award of priority to one of
the parties. In either case the interference is
returned with the entire record to the Exam-
iner as soon as the decigsion or judgment has
become final.

Bev. 12, Apr. 1067

application, as a separate

, and amendment embodying th
Pe the claims are not

con :
cation involved in the mberfereu
ment is not entered at that t:me bm is placed
in the application file. .

‘If the motion is granted’ the amendment is
entered at the time declslon on the motion is
rendered. If the motion is not granted, the
amendment, though left in the file, is not en-
tered and is so ma“‘i'.ed

If the motion is granted only in part and
denied 25 to another part, only so much of the
amendment as is covered in the grant of the
motion is entered, the remaining part being in-
dicated and marked “not entered” in pencﬂ
{See Rule 266.)

In each instance the applicant is mfonned of
the disposition of the amendment in the first
action 1n the case following the termination of
the interference. . If the case is otherwise ready
for igsue phcant is notified that the apphca-
tion is ailowable and the Notice of Allowance
will be sent in due course, that prosecution is
closed and to what extent the amendment has
been entered,

As a corollary to this practice, it follows that
where prosecution of the winning application
had been closed prior: to the declaration of the
interference, as by being in condition for issue,
that applicstion may not be reopened to further
prosecution following the interference, even
though additional claims had been presented
under Rule 231(a)(2). The interference pro-




veeding was not such an Office sction as relieved
the case from its condition ss the doctrine of
Ex parte Quayle, 1936 C.D. 11; 453 O.G. 213.
{Basis : Circular of February 20, 1936.)

It should be noted at this piont that, under
the provisions of Rule 262(d), the termination

188

e 1108
of an interference on the basis of & &iéc&amr, o
concession of priority, abandonmant of the in-

vention, or abandonment of the contest filed by
an applicant operates without further action as

a direction to cancel the claims involved from
the application of the party making the same.

Rev. 5, Jul. 1965
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or the termmo,tlon of the & V!
may be. Jurisdiction of the,

matically restored with the return of tbﬂ ﬁles,
and the cases of all arties are subject te such

ex parte acti their respective comditions
may require, ev ough, where no sppeal to
Patent Appeals was

0 fthe interferencs imay

the Col‘irt of,
4 146. In & case where

nni of a statuto riod for mponse by
:)l?gl a] ;Igcant See I'!‘gngarte Peterson, 1941
C.D. 8, 525 0.G. 3.

If an application had been withdrawn from
issue for interference and is again passed to
issue, a notation “Re-examined and passed for
issue” is placed on the file wrapper together
with & new signature of the anry oé‘;am-
iner in the box provided for this p
Such 2 notation will be relied by the
Issue and Gazette Branch as showing that the

gllcatmn is intended to be passed for issue

make it possible to screen out thoss appli-
catlons which are mistakenly forwarded to the
Yssue and Gazette Branch during the pendency
of the interference.

See 1302.12 with respect to listing references
discussed in motion decisions.

1109.01 The Winning Party

The winning party may be sent to issue de-
splte the filing of a suit under 35 U.8.C. 146
by his opponent in an interference solely in-
volving pending applications. Monaco v. Wat-
son, 106 U.S. App. D.C. 142; 270 F. 24 335; 122
US.PQ. 564. In an interfemnca im:olving a
patent where the winning party is an applicant,
the Office wiil not send the application to issue
while a suit is pending under 35 US.C. 146.
Monsanto v. Kamp et al., 146 U.S.P.Q. 431.
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ing agninst the c‘imms at the tungtke
ence ‘was formed: was overcome by reason of
the award of priority, as an interference: in-
volving the ‘application end = patent: whwh
fo the basis of the Yxe
iner: farthwnth takes*
actxon. e : e
If, however, the apphcahon of:fthe mnnmg
%xt;ty contains an unanswered: Office action; the
miner &t once notifies the a phmt of this
fact and requires response to the Office action
within ‘a - shertened period -of two months
running: from the. dste of such notice. ' See Ex
parte Peterson, 1941 C.D::8; 525 0.G. 8. This
procedure is not to-be: construed es requiring
the reopening of the case if the Office action
had' closed the prosecution before the Exam-
iner. (See Notice of Apnl 14, 1941, 7T10.02(b).)
- 'The winning party, if the tion-of his
case had not heen closed genmliy sy be

1  alowed additional ‘and. broader claims to' the

common - patentable ‘subject matter.) - Note,
however, In re Hoover Co., ‘Ete, 1948 0D,
338; 5568 0.G. 365.) Havmg won the- mterfer-
ence. he is not denied anything he was in pos-
session of prior to the mterference, nor has he
acquired any ‘additional rights as a result of
the interference. His case thus stands as it was
prior to the interference. If the application
was under final rejection as to some of its
claims at the time the interference was formed,
the institution of the interference acted to sus-
pend, but mnot to vacate, the final rejection.
After termination of the interference a letter
is written the applicant, as in the case of any
other action unanswered at the time the inter-
ference was instituted, setting a shortened pe-
riod within which to 'file an appeal or caneal
the finally rejected claims. - :

1109.02 The Lesing Party

The application of each of the loging parties
following an interference terminated by 2 judg-
ment of priority is acted on at once. The
judgment is exnmmed to determine the basis
therefor and action is taken accordingly.

If the judgment is based on a disclaimer,
concession of priority, or abandonment of the
invention filed by the losing applicant, such
disclsimer, concession of priority, or abandon-
ment of the invention operates “without fur-
ther action as a direction to cancel the claims

Bev. 7, Jaun, 1906




IS COMN
rence the appli ‘ ;

arty ‘should be -treated . in: sccordance wi
Ele%, which provides that such claims
“stanid finally disposed of without further ac-
tion by the examiner and are not open to fur-
ther ex parte: prosecution.” - Aecordingly, s
pencil line should be drawn through the claims
as to which s judgment of priority advérse to
?‘Eplieant has -been rendered, and the words
ule 265" should: be written in the ma to
indicate the reason for the pencil line. - If these
claims havé not been cancelled by the applicant

and the case is: otherwise ready for issue, the
notations should be. replaced %y a lins in red
ink and:the words “Rulé 2657 in- red ink before
m the case to- issue,-and. the applicant
stified: of the cancellation: by ‘an Examiner’s
; ment. . If an.action is necessary in the
application after the interference, thefanplicatgé.

’ 3

should be informed that “Claims. (designs
by, numerals), as to which 2 judgment of pri-
ority adverse to applicant has been rendered,
stand finally disposed of in accordance with
If, as the result of one or both of the two
preceding paragraphs all the claims in the ap-
plication sre eliminated, ‘a letter should
written informing the applicant that all the
claims in his case have been disposed of, indi-
cating the circumstances, that no claims remain
subject to prosecution, and that the application
will be sent to the abandoned files with the
next group of abandoned applications,  Pro-
ceedings are terminated as of the date appesl
or review by civil action was due if no appeal
or civil action was filed. -

7 :

Except as noted in the next paragmph ( ]udg-

ment based solely on ancillary matters), any
remaining claims in each defeated party’s case
should be reviewed in connection with the win-
ning Patty’s disclosure. Any claim in a losing
party’s case not patentable over the winning

arty’s disclosure, either by itself or in con-
junction with art, should be rejected. Where
the winning party is an applicant, reference
should be made only to the application of
.......... , the winning party in Interference

ut the serial number or the filing date

¥o.
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tor to that effect rieed be sexit.
- 'When the award of priovity is based solely
upon ancillary matters, as right to meke, and
is ‘in favor of the junior party, the claims of
the senior party, even though the awsrd of
priority was to l‘;!é ‘junior party, are not sub-
ject to rejection on the gwumf‘ of estoppel,
through failure to move under Rule 231 (a) (2)
or on the disclosure of the junior party as prior

art (Rule 257).

If the losing party’s case was under rejection
at the time the interference was declared, such
rejection is ordinarily repeated (either in full
or by referepce to the previous action) and, in
eddition, rejections as 'vrgatmtnbie over ‘the
issue, unpatentable over the winning party’s
disclosure, or any other suitable rejections are
made, 1f it was under final rejection or ready
for issue, his ﬂ%‘lt to reopen the prosecution is
restricted to subject matter related to the is-
sue ‘of the interference. e e

Where the losing party failed to get a copy
of his opponent’s drawing or specification dur-
ing the interference, he may order a copy
thereof to enable him to respond to a rejection
based on the successful party’s disclosure, Such
order is referred to the Chief of the Docket
Branch who has authority to approve orders of
this nature. , ;

Where the rejection is based on the issue of
the interference, there is no need for the ap-
plicant to have a copy of the winning party’s
drawing, for the issue can be interpreted in
the light of the applicant’s own drawing as
well as that of the successful party.

It may be added that rejection on estoppel
through failure to move under Rules 281(a)
(2) and (3) may apply where the interference
terminates in & judgment of priority as well as
where it is ended by dissolution. See 1110.
However, Rule 231(a)(8) now limita the doc-
trine of estoppel to subject matter in the cases
involved in the interference. See 1105.03.

1110 Action After Dissolution

After dissolution of an interference any
amendments which accompanied motions to
dissolve are entered to the extent that the mo-
tions were not denied. See 1108, See 1302.12
with respect to listing references discussed in
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motion &wmm if t&m umia for dmm!nn interference e grounds:
tion sre also applic te the non-moving per-  the It; is pmpe.r to rafer to the “wp«
tability of the subject matter

ti « unpatentability of the subject matter  phication of ... s an adverse m
o?a't}ff nte: ce, the Examiner shmﬂd, <m;, but neithe ﬁfﬁ v 1
the return of the files to his divisicn, reject in  TNETTOTONGE —-pmee ut neither seria

each of the applications of the nop-moving  number nor the ﬁhng date of such apphcatwn
parties the claims corresponding to the counts  should be included in the QOffice Action.
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Undertheseczmnmstanees,
' tu the last sentence of Riile
ttywhoahndonsthewn—

1110.02 Actmn After Dissolntmn Un-

der Rule 231 or 237

If, following the dissolution of the interfer-
snice under circumstan any junior
rge files claims that might have been included
igsue of the interference such claims
ahmﬂd be rejected on the ground of estoppel.
The sepior of the perties, m accordance with
Eule 287, is exempt m such rejection.
metmonlythe]unmtpamtothemtar-
ference that have common subject matter addi-
tional to the subject matter of the interference,
the senior one of this subgroup is free to claim
this common subject matter. Rule 231(a)(8)
now limits the docirine of estoppel to subject
matter in the cases involved in the interference.
See 1105.08.

1111.01 Interviews [R-16]

Where an interference is declared all ques-
tions involved therein are to be determined
inter partes. This includes not only the ques-
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‘ licants or patentees
:mtthatthermordofthe in each
7 oo hept s

‘ them m‘two or more mtai:femnc&
to the sams sub-

P ' relating.
W matter, or in which- substantially the same
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pa'ueularmﬁ
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long, mdno mohmorpapambsﬁledmm
L mter’femnee which mlates to0 or in whmh 1;';

each mterference a dxstanct and W% co

of their actions, so that it will not

to examine the records of several in m

toascertamthestatusofapmﬁculsrease,
This will not, however, s ﬁply to the testi-

mony All papers filed i m violation of this mc-

tice will be returned to the parties filing

1111.03 Overlapping Applications

 Where one of several applications of the
same inventor or asszgnee which contain over-
lapping claims gets into an interference, the
prosecution of all the cages not in the interfer-
ence should be carried as far as possible, by
treating as prior art the counts of the inter-
ference and by insisting on proper lines of di-
vision or distinction between the applications,
In some instances suspension of action by the
Office cannot be avoided. See 709.01.

Where an application involved in interfer-
ence includes, in sddition to the subject mat-
ter of the interference, a separste and divisible
invention, prosecution of the second invention
may be had during the pendency of the inter-
ference by filing a divisional application for
the second invention or by filing a divisional
application for the subject matter of the inter-
ference and moving to substitute the latter
divisional application for the application orig-

Rov. 18, Apr. 1068




catzonwhxchhnaamn status
-107 and 107.02). Gluxmtywmbo

that all parties will
mﬁ iy identical sub]ect matterclmmgwm
s claims sugueed.

aila lmatlonsoontam

‘ " remnvalofﬂnswnnty
eatlons,anmta'femnoamllbedeclamd.

ability of the remaining claims if any.

1111.05 Amendments Filed During
Interferenoe [R-16]

The ion of amendments filed in con-
nection w1t.h motions in &phcatmns involved
m an interference, after the interference has

ta'mma.tedt, is treated in a separate sec-
tion (1108). If the amendment is filed pur-
suant to a letter by the Primary Examiner
aft;efl ha.vmg Wth jurisdiction fo the mvolveti
& cation for the purpose o &
&mp or gla;ms fltl)Br mterferenefe :in%h &H%
and ior t of dec ring an
monal mterfemnpmpg examiner efg:ters

the amendment and the proper steps to
initiate the second interference.

Oraxr AMENDMENTS

When an amendment to an application in-
volved in an interference is received, the
r inspects the amendment and, if nec-

esaary, the application, to determine whether
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letter should also indicate the sllow-

‘amendments ﬁlad during
pmeacutmn of the case,
It ths amendment i mfone ﬁlﬂ & ?1: g&eﬁ
es parte prueeontlm of an to
of Appeals is being wn;x?cted concurrent

with an interference sae 1108), ans
1f1tmlmtoth9ap%dbe )’wd
t.ma.nordmarya -

pealed case. P
When an amendment filed ¢ mrerfer

ence urpormto ut the a hmwmnmcondl-
tion: for p ‘mother?m srfer pp‘ rith

in fact, it does so. Igmdoes,heobhmsfrom
the Commissioner jurisdiction of the applica-

tion for the of setting up the new
interference. e Examiner submits his ro-
quest for jurisdiction to the Manager fo
a.ppwml, amr:tnﬂ-xf of course that the existi
arence is pending bafore the Board

Patent Interferences. Form at 1112.06(8.

If the amendment presents allowable ¢
directed to an invention claimed in & patent or

in another a.pphca.tlon in issue or ready
for issus, Examiner req unsdmt.xon of
the file, as above, setting : forth m%.ls

reason why immediate jurisdiction of the ﬁle
mregbylmn and when the file is re-
enters the amendment and takes the

pro r steps to initiate the second interference.
ere in the opinion of the Examiner, the
proposed amendment does not put the apphc&-
tion in condition for interference with another
ﬁ)g)hca.tlon not involved in the inferference
amendment is placed in the file and marked
“not entered” the applicant is informed
why it will not be now entered and scted upon.
Ses form at 1112.10. Where the smendment
copies claims of a patent not involved in the




prosecutxon, :

obtained, tha amendment entered

claims rejected, setting a time lmit for re.
sponse. If reconsideration is requested and
rejection made final a time limit for appeal
should be set. Where the application at the
time of forming the interference was closed
to further ez parte prosecution and the dis-
closure of the application will, prima facie,
not support the copied patent claims or where
copied patent claims are drawn to a nonelected
invention, the amendment will not be eatered
and the applicant will be so informed, giving
very briefly the reason for the nonentry of the
amendment. See Letter Form 1112.10.

llll 06 Notice of Rule 231(:) (3)
 Motion Relating to Applica-
tion Not Involved in Interfer-
ence [R-17] ‘ ,

Whenever a party in interference brings a
motion under Rule 231(a) (3) aﬁecnng an ap-
plication not already included in the interfer-
ence, the Examiner of Interferences should at
once send the Pmmary Examiner a written no-
tice of such motion and the Primary Examiner
should place this notice in said application file.

The notice is customarily sent to the group
which declared the interference since the ap-
plication referred to in the motion is generally
examined in the same group. However, if the
application is not being examined in the same
group, then the correct group should be ascer-
tained and the notice forwarded to that group.

This notice serves several useful and essen-
tial purposes, and due attention must be given
to it when it is received. First, the Examiner
is cautioned by this notice not to consider ex
parte, questions which are pending before the
Office in inter partes proceedings involving the
same applicant or party in interest. Second,
if the application which is the subject of the
motion is in issue and the last date for paying
the final fee will not permit determination of
the motion, it will be necessary to withdraw
the application from issue. Form at 1112.04.
Third, if the application contains an affidavit
under Rule 131, this must be sealed berause
the opposing parties have access to the ap-
plication.

Althaugh for simplicity, the subject of this
section is titled “Convemmn of Application
from Joint to Sole or Sole to Joint,” it in-
cludes all cases where an appheamm is con-
verted to decrease or incresse the number of
applicants. See 201.08.

If conversion is attempted after declaration
of an interference but prior to expiration of the
time set for filing motions, the matter is treated
as an inler partes matter, subject to opposition.
That is, the filing of conversion papers during
this period whether or not accompanied by a
formal motion will be treated as a motion under
Rule 231(a) (5) and will be transmitted to the
Primary Examiner for decision after expiration
of the time within which reply briefs may be
filed, along with any other motions which may
have been filed. If conversion is permitted,
redeclaration will be accomplished as in other
cases on the basis of the decision on motions.

If conversion is attempted after the close of
the motion period but prior to the taking of
any testimony, the Interference Examiner may,
at his discretion, either transmit the matter tc
the Primary Examiner for determination or
defer consideration thereof to final hearing for

determination by the Board of Patent Inter-

ferences. If transmitted to the Primary Ex-
aminer, the matter is treated as outlined in the
preceding paragraph.

If conversion is attempted after the taking
of testimony has commenced, the Interference
Examiner will generally defer consideration
of the matter to final hearing for determina-
tion by the Board of Patent Interferences.

In any case where the Examiner must de-
cide the question of converting an application
he must, of course, determine whether the le-
gal requirements for such conversion have
been satisfied, just as in the ordinary ex parie
treatment of the matter. Also as in ex parte
sitnations the Examiner should make of record
the formal acknowledgment of conversion as
required by 201.03.

A party may occasionally seek to substitute
an application with a lesser or greater number
of apphcants for the application originally in-
volved in the interference. Such substltutxon
is treated in the same manner as the conversion
of an involved application as described above.

Rev, 17, July 1968




- Core should be taken that a reissue of & pat-
ent should not be granted while the patent is
involved in an interference without approval
of the Commissioner. =~~~

Tf an application for reissue of a patent is

filed while the patent is involved in interfer-
ence, that application must be called to the
attention of the Commissioner before any ac-
tion by the Examiner is taken thereon.
Such an application should be g)romptly for-
warded to J)Je Office of the Solicitor with
an appropriate memorandum. A letter with
titling relative to the interference is placed in
the interference file by the Commissioner and
copies thereof are placed in the reissue appli-
cation and mailed to the parties to the inter-
ference. This letter gives notice of the filing
of the reissue application and generally in-
cludes a paragraph of the following nature:
The reissue application will be open to in-

id  should bs called fo the sttantion ‘of the fntsr-
ference Service Branch in order that s notation

thereof can be made on the index of the
interference. < nloo

‘When_notice is received of the filing of a
suit under 85 TN.8.C. 148, further action is
withheld on the application of the party filing
the suit. "'No letter to that affect need be sent.

1111.10 Benefit of Foreign Filing Date

spection by the opposing party during the in- -

terference and may be separately prosecuted
during the interference, but will not be passed
to issue until the final determination of the
interference, except upon the approval of the
Commissioner.

1111.09 Suit Under 35 U.S.C. 146
by Losing Party [R-17]

When a losing party to an interference gives
notice in his application that he has filed a
civil action under the provisions of 35 U.S.C.
146, relative to the interference. that notice

Rev, 17, July 1968
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If a request for the benefit of a foreign filing
date under 35 U.S.C. 119 or under Section 1
of Public Law 690 is filed while an applica-
tion is involved in interference, the papers are
to be placed in the application file in the same
manner as amendments received during inter-
ference, and appropriate sction taken after the
termination of the interference.

A party is not given the benefit of a foreign
filing date in the original declaration of an
interference, even though favorable action had
been stated in previous ex parte prosecution.
The party having a foreign filing date should
therefore file a motion to shift the burden of

roof or for benefit of that filing date under

ule 231(2) (4) and the matter is then consid-
ered on an ¢nfer partes basis.

1111.11 Patentability Reports

The question of Patentability Reports rarely
arises In interference proceedings but the
proper occasion therefor may occur in decid-
ing motions. If appropriate, Patentability
Report practice may be utilized in deciding
motions and the procedure should follow as
closely as possible the ez parfe Patentability
Report practice.




connection with certain motion decisions in
1105.01, the Examiner should consult with a
Patent Interference Examiner or a member of
the Board of Patent Intei'ferences in any case
of doubt or whers the. ice appears. to be
obscure or confused. In view of. their spe-
cialized experience. they may be able to suggest
a course of action which will avoid considerable
difficulty in the future treatinent of the case.

1111.14 Correction of Error in Join-
ing Inventor

Requests for certificates correctmg the mis-
joinder or nonjoinder of inventors in a patent
are referred to the Solicitor’s Office for consid-
eration. If the is involved in interfer-
ence when the request is filed, the matter will be

considered inter pama. Semoe of the request

on the o in 'be required and any
e;c)loiy ginpa:)rty sarty addressed to

?I?g)e request will be considered if ﬁlaﬂ within 20
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i wﬁfomn;g to applicable IEW ami

During the interference, s copy of a,ny
de m;?yg the rﬁques& \RH be sent to

o opposing party as well as e requesting

Issuance of the certificate wﬂl be wzth-

eld until the interference is terminated since

svidence adduced in the interference may have o

lﬁgggg on the quest.lon of ]omder e also

1

1112 Letter Forms Used in Interfer-
ences

Forms are found in Chapter 600 of the
Manual of Clerical Procedure which gives de-
tails as to the stationery to be used, number of
copies, typing format and handling.

1112.01 Letter to Law Examiner Sub-
mitting Proposed Interfer
ence for Correspondence .
Under Rule 202

This correspondence is no longer instituted.

Rev. 11, Fan. 1967




In Reply Ploase Refer To:

f—_: TP TTRy . . . . ; B EEE '-i Appiicn!: ‘
e ‘ John Wentworth et &l
Evan C, Stone ‘ N Ser. No,
Press Building | 202, 705
Weshington, D, C., 20007 . . Filed ‘
o | July 1, 1965
- 4 [FE s
- STRETCH YARW
Cited Refetences Charge Data (If appiicable) . ‘
Deposgit Account No. ’ No. of Copies " .
- - - - SHORTENED TIME FOR REPLY

Please find below a communication from the EXAMINER in charge of this applicaion.
| B 4‘ ; : | , | . - Commissioner of Peatents,
The following claim(s) found allowable, is (are)
suggested for the purpose of interference: |
APPLICANT SHOULD MAKE THE CLAIM(S) BY
(21low not less than 30 days), FAILURE TO DO SO WILL BE
CONSIDERED A DISCLAIMER OF THE SUBJECT MATTER INVOLVED

UNDER THE PROVISIONS OF RULE 203,

Exsminer

WCJONES:pecf
WOT7-2804

1112.03 Same Attorney or Agent in Applications of Conflicting Interests

This is usually added to the letter suggesting claims:

Attention is ealled to the fact that the attorrney (or agent) in this application is also the
attorney (or agent) in an apglication of another party and of different ownership claiming
substantially the same patentable invention as claimed in the above-identified application.

Rew. 5, Jul. 1065 200




1112.04 IMM' Requecﬁng Wiﬁu}mwal I"mm !uue
fom ¢0-121 UNITED STATES GOVERNMENT -,

Memomndum

iﬂ-&l)

T0 : My,

FROM

PATENY OFFICE

s Director, Operation =  DATE: o - .
' -rn_:éjs‘iy*:‘efe"i,‘:‘a: B

SUBJECT: yithdrawal from Issue: S,N.

be withdrawn fron 1ssue for the purpoae or

Filed
(aliowed)

It 13 requested that the abova-entitled applicaticn

‘Examiner grovides necesg_a_z_'x reascm, or desi&mtes ons of

a-f below).
' The final fee has (ar has not) been paid.
Respectfully,
, Examiner
JCWILLIAMS:fwa
2. ... interference, another party having made claims
suggested to him from this application.,
be ... interference, on the basis of claims
(specify) copied from Pat., No, - .
C. ... interference, applicant having made claims
suggested to him,
d, ... rejecting claims (specify) on the impliied
disclaimer resulting Ifrom failure to make the
claims suggested to him under Rule 203.
€. ... deciding a motion under Rule 234 involving this
application, the date set for the motion .being
subsequent to the ultimate date for paying the
final fee,
f. ... deciding a motion under Rule 231(a) (3) involv.

ing this application, the final fee having been
paid, or, the motion cannot be decided prior to
the ultimte date for paying the final fee,

201 Rev. 5, Jul. 19656



mr:nn;uctmm

g mdo not have this form typewrisren. ('uuplﬂr the idems below by haad igen and ink), and
to the Group Clerk. The pamies geed ao be listed in any specilic oeder,

BOARD OF INTERFERENCES: As ismference is found to exist berwoes the- (clluin; Cases

LAST WAKE QF FIAST LISTED “APSLICANT™ ) ¥ oppl chack eodsor ¢ill in cppropricte
1. ¢ - . | foum BLP.E.5. 1102.81(s) e
Ar

’ F’a
S Aoty £33 .
"
i H 7&&« wrmination of this imverference, this nppluanon
SERIAL NUMBER | F12.€D Wo., Dey, Yeor) cdl be beld subject to furthes, ennmmn sades Rule

G185, ¢13] jurs. sc, 19¢5]

3

| Accorded bonsiit of . B Th ‘tollowing claims J{ /J& /j
SERIAL NUMBER UL ED .. Day, Year) will b beld subject 1o teiection as ung‘:enmblc aver the
: . . B  assue in the ereat al an nmd ol priority adverse to
el P spplwasel ! ; )

usr NANE OF FIRET LISTED ~APPLIGANT" ¥ epplicobis, chock l-d/ fill jn Wm W’wﬂ'

, ol ]
2. /% j Z’ ) Non s P£.5: 1192.01(c)
: ) ¥2(%4 ; 7’

™ Aseer nr;:annon of rlnx mtfnelu this -pphnnoa

rwm.m Yeer) _'ﬁ‘g, uader Rulc

7’7(? / /’: /92

SERIL WUMBER ‘nw M. Dny. r-cr) wilk be beid sebject to rejection 85 unpateotable over the
) . ssue i ﬁneuntoﬁ 28 .-mi of pnomg adverse to

LAST ume OF FIRST LISTED ~ASPLICANT" % epplicsble, chack end/ac Hill in cppropriste parcgraphs
3. / .) frem BLP.E.F. 1102.61(a)
¢ / 2 IP]L ../ < 4‘
T Afrer termination of this isterference, this application
SERIAL NUMBER P €D (Mo., Doy, Year) :ég be held subtect to further examination ueder Rule
oyt 2 v ) K 2.
TSR F T
Accordod banelis of - The 1olicwing claims
SERIAL NURBER FILED Wo-, Doy, Year) wiil be held subject ro refection as enpateatable overs the
isswr i@ the event of an awatd of priorey adverse to
- e appicant.
LAST HAME OF FIRST LISTED “ABSL.CANT" [ .’Itcd dncl -!d/ov §ifl in appropricte paregrophs
4 ‘) I tom M.P.E.P. 1102.01(a)
/ o 'L‘_/
T~ &her termination of this interfercnce, this application
SERIAL uunun - FR.EC o, Doy, Yeoar) »:l1 be beld subject to further rxamination under Rule

é((,? / ""', 7[#-/;‘/,, /A, /7&75 1
Accarfed honelit of The toionng cleims /j /4 2_,}

SERIAL NUMWBER ""IFI €D ds-, Day, Vear) "will be Beld subiect 1o rejtction A5 uspatestablic Gver the
wewe it the eveat of an award d peiotity adverse to

CosT 1T c’l'ff{/, IR B

4 ra

The melstion of the o6 to the cleis b (Mﬁ:m those mogified) v
counTs '3“ [ oﬁv /27 cuutor nvm; y HA %
' £ tm )
; ) T "f 7
3 7 {m ' 7
[ i #
: -
[
Have maddied counits aot appesriag is say Jication typed on a separate wbeet and attach to chin form, s
T GRaUP CATE mmwmrj?n
¥4 I) . /{ / ,7/
“ /.
J e / 3 / ; AT
Clark’s tnptruaticas: :/ -

i1 s patear 15 nvelved, siwsia & tithe repot 2ad iaclede s copy.
2. Ketwn rransarial slip PO-61 or BPU=I00 1o the Board of Apprale, oo~

e POLE0 0.0t

WBL OB GE LENT- P58
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TO

FROM

SUBJECT:

now 1nvolved in Interrerence No. 88, 262, HcKibben v. Tapes,

o £0-121 UNITED STATES GOVERNMENT u.s, DEPARNEMT OF m&c&

o8 Memomndum

FA‘?M ﬂW?CE

Mr._ s Group Manager, Group DATE:
In seply sefes to:

¢ Examiner

Request for Jurisdiction: Application of
. John T, MeKibben
- Serial No. 385,963
Knitting Machine
: Filed July 1, 1965

Jurisdiction or the above-entitled application
3

i1s requested for the purpose of _ gThe Examiner provides

reason or indicates the appropriate item a-d belpw). ' o
I - Respectfully,

Examiner

Jo. WILLIAMS: pef

(a) Suggesting claims theretc for interferencs
with enother party and of entering such claimsg 1f
mede, and of 1miltliaiing such additional 1nterference.

(b) Entering an amendment which puts the appli-
cation in condition for another interference, asnd of
initieting such other interference.

(¢) Initiating another interference, another
party having made clalms suggested to him from this

epplication.
(d) Entering and taking action on claims copied
from Patent No. to » With which applicant

requests an interference,.

t Note alphabeticsl asrnpgement.

2203 Rev. B, Jul. 1965



| 111208 Primary Examiner Initiaing Dissolution of lmerference Rulé 237(4) |
4 08 w3 ' .is. before the, Primer)

- Examiner for dﬁatminatfqn Ofiaymotihn.
THE COMMSHINNER OF PATENTS :
WASHRSTON, D NEN 1.S. DEPARTMENT Oﬁm SETcen i)
PATENT OFFiICE ST T T LT TS B
WASHINGTON
In re Intf, No. 98,0C0 .
John Willard
Ve ‘ ,
Luther Stone : .

 Under the provisions of Rule 237, your attention
13 called to the following Pa'ten‘t':"s": ‘ o

197,520 - Jollen 1-1897 21426
1,637,468 Moran | 4=1950 21426

Counts 1 and 2 are considered unpatentable over

either of these references for the following reasons:

(The Examiner discusses the references,)

Exeminer

MMWard spcf
Coples to:

John Jones
133 Fifth Avenue
New York, New York 11346

Leonard Smith
460 Munsey Building
Washington, D, C., 20641

Patextee INvOLVED

no reference should be made to the pafent claims nor to
the fact that such claims correspond to the counts, See 1101.02(f), last paragraph. However,
this restriction does not apply to claims of the application. Language such as the following is

suggested : "A.g)plimntfs claims—are considered fully met by (or unpatentable over) the— I

If one of the parties is a patentee,

reference.” (Basis: Notice of October 3, 1962.)

Rew. 5, Jul. 1980 214



1112.09 Radm!aﬂﬂim . : | e
These are now handled in the Intsrfamnm Swnm of Docket Bmwh.

1112.10 Letter Denying Entry of Amendment Seeking Fﬁrlher Interference
(With application or patent not involved in present interference)

THe cglME% r’;ﬂm ) Fopes No. #
‘U.S. DEPARTMENT OF COMMERCE
PATENT OFFICE
WARHINGTOMN
in Roply Plecse Refer To:
r TV Appiicest:
§1 hard 4, Green
Charles A, Donnelly Fet. Y.
123 Main Street 521,316

Dayton, Ohio 65kQ7 Fiied
| July 1, 1965

L 4 e

PIPE CONNECTOR

Cited Refercnces Chatge Deta It spplicable}
Deposit Account No. Ko, of Copres

Please find below 2 commusication from the EXAMINER in charge of this application.

Commissionet of Pateats.
— The amendment filed has not now been
entered since it dces not place the case in condition for
another interference,

{Follow with appropriate paragraph, e.g., (a) or
(b) below:)

(a) Applicant has no right to make claims
because (state reason briefly,) (Use where applicant cannot
make claims for interference with another application or
where applicant clearly cannot make claims of a patent,)

(p) Claims are directed to a species

which 13 not presently allowable in this case,

Examiner

ZOREEN ::no
WOT-2602

oh5 Rev. §, Jul. 1865





