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35 U.sc 181 mcommwnmrshnu cauaeanex-
amination to be made of the mpplication and the atleged
new jnvention; and if on sucli examination it appears
that the applicant is entitled to & patent under the law,
the Commiasionet shall issnie 2 patent therefor.

The main oondltmns precedent to the grant
of a patent to an apphcant are set forth in
35 U.8.C. 101, 102, 108. ,
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717.08.
717.04
717.05

717.08
717.07

701

702 Requisites of the Apphcatmn

The Examiner should be careful to see that
the application meets all the requisites set
forth in Chapter 600 both as to formal matters
and as to the completeness and clarity of the
disclosure. If all of the requisites are not
met, applicant may be called upon for neces-
sary amendments. Such amendments, how-
ever, must not include new matter

702.01 Obviously Informal Cases

When an _application is reached for its first
action and it is then discovered to be imprac-
tical to give a complete action on the merits
because of the paucity of disclosure, the fol-
lowing procedure may be followed : (1) A
reasonable search should be made of the in-
vention so far as it can be understood from the
disclosure, objects of invention and claims and
any apparently pertinent art cited; (2) Infor-
malities noted by Application Branch and de-
ficiencies in the drawing should be pointed out

iz e i
mﬂéﬁm (" (8)

specification be
&m ish

apphmb to m’me ‘the. aypkwm to mnder
it m proper: form for a complete examination.

Applicants should make every effort to. follow
U.S. practices and- termmoiogy when mf&ﬁng
a case for filing. If this has not been done, 2
prompt amendment should be made, avoiding
the introduction of new matater, but puttmg the
case in proper form. s

For the procedure to be followed when only
the drawing. is mformal, See 608.02(2) - and
008.03(b). N

Tha pamphlei; “General.. Informanon Con-
cerning Patents” may be sent; to an spplicant
handling his own: case when the Examiner
deems it adwsahle .

704 Smeh

After reading the speclﬁcatlon and claims,
the Examiner searches the prior art.

The subject of searching is more fulh
treated in Chapter 900. 904 through
904.02. The invention should be thoroughly
understood before a search is wundertaken.
However, informsal cases, or those which ecan
only be imperfectly understood when they
come up for action in their regular turn are
also given a search, in order to avoid piece-
meal prosecution.

Previots Emnxm’s Searce

When an examiner is assigned to act on an
application which has received one or more ac-
tions by some other examiner, full faith and
credit should be given to the search and action
of the previous examiner unless there is a clear
error in the previous action or knowledge of
other prior art. In general the second mem-
iner should not take an entirely new aj
proach to the case or attempt to reorient the
point of view of the previous Examiner, or
make a new search in the mere hope of finding
something. See 717.05.

Rev. 14, Oct. 1967




wzllhahmwansa stentability Repo
g )andwmbaﬁgna&by%hemlynx-
amnmrmthemiportmf ’

Thempom, legt ymth,naednotbe

ote that the Patentablhty Report; pmetme
is suspended ‘except in extmrdxmry clrcum-
stances. See 705. Ol (e) ST :

705 01 Instmctious re Patentnlnlity
'Reports

“1H the prwécutfon %f an ap Ii‘cstmn under
eddﬂitioﬁs the af‘ Novem-
ber 10, 1948, relating to Patentability Reports,
the. foilomng P ure should be rved

- When an’ apphcatim ‘comes up for any ac-
tion 'and the 'Prima Exammets involved
agres that & Patentability Report is necessary,
the application will be forwarded to the proper
group with a memorandum attached, for in-
stance, For Patentability Report from Gréup
________ as to Clalms e ;

705.01 (a) Nature of P. R., Ils Use and
Disposal ,

The Primary Examiner in the group from
which the Patentability Report is requested, if
he approves the request, will direct the prepa-
ration of the Patentability Report. Thxs Pat-
entability Report will be written or typed on a
memorandum form and will include the cita-
tion of all pertinent references and a complete
action on gll claims involved. The field of
search covered should be endorsed on the file
wrapper by the Examiner making the report.
When an Examiner to whom a case has been
forwarded for a Patentability Report is of the
opinion that final action is in order as to the
referred claims, he should so state. The Pat-
entability Report when signed by the Primary
Examiner in the reporting group will be re-
turned to the group to which the application is
regularly assigned.

The Examiner preparing the Patentability
Report will be entitled to receive an explana-

Rev. 13, July 1967

Dmsmmm ‘A% TO ﬂmmcamx

Conflict of opinion’ as to classification may
be reférred to an Examiner of Ci&saxﬁcntxon
for decision.

If the anry Exmm in the p
iu risdiction of the ease agrees with the
Patenta! ility Report, he should ineorporate the
substance thereof in his sction, which ‘action
will be complete as to all’ elaims. The Pat-
entability Report'in such a case will not be
given a paper number but will be aliowed to
remsain in the file until the ease is finally dis-
posed of by allowanes or uhwdonment, at
which time 1t shou]d be removed.

# DISSGREEMENT ON PArwwrasmrry. Rzmnff ’

If the Prima Exammer does ‘not agres
with the Patentability Report or any portion
thereof, he-may consult with the Primary Ex-
aminer msponsxble for- tlm report.  If agree-
ment 88 to ‘the resulting sction cannot be
mched tho Primary Examiner having juris-
diction of the case need not relg on the Pat-
entability Report but may make his own action
on the referred claims, in which case the Pat-
%tabxhty Report should be removed from the

Ammz. Targew

When an appeal is taken from the rejectmn
of claims, all of which are examinable in the
group preparing a Patentability Report, and
the application is otherwise allowable, formal
transfer of the case to said group should be
made for the purpose of appeal only. The
receiving group will take jurisdiction of the
application and prepare the examiner’s answer.
At the time of allowance, the application may
be sent to issue by said group with its clas-
sification determined by the controlling claims
remaining in the case.

705.01(b) Sequence of Examination

In the event that the Primary Examiners
concerned in a P.R. case cannot agree as to the
order of examination by their groups, the
Primary Examiner having jurisdiction of the
case will direct that a complete search be made




In Patentability Report eases having draw-
ings, the examiner {0 .whom the -case 18 8s-
gsigned will furnish to the group te which the
case is referred, prints of such sheets of the
drawings as are applicable, for interference

search purpeses. That this has been done may
be indieated by a pencil notation on the file

WIe) A e R T RIS I AR ALY S S
ma case that has had Patentability Re-

port ution is for issue or becomes
aban , NO' CATION of this fact will
AT O "be given by tha group having
jurisdiction of the case to eat ngrou that
submitted 2 P.R. The Examiner of each such

reporting group will note the date of allow-
ance or shandonment on his duplieste set of
prints. - At such time as these prints become
of no value to the reporting group, they may
be destroyed.

705.01 (e) Lililiwtian as to Use [R-
16

The shove outlined Patentability Report

practios is not obli snd should be re-
sorted to only wm% gave total examiner

% P Premplary situstions where Patentability
Reports are-ordinarily. fo!

single examin
tion of ss good

,,,,,,

practice. ,
* ‘Where claims are directed 1o the same char-
acter: of ' invention but differ in- scope only;

lowsz..

(2) Where the claims are relaled 28 2 prod-
uct and a process which involves merely the
fact that a product. having ceriain characteris-
tics is made. The examiner h&vin&ejurisdic-
tion of the product can tsuslly make & com-
plete and .A.qum“exmmfa%ioﬁs o
N {3) ‘_&gmﬁt e cmé?s a{:l'reiategti&as ahcem-
ination distinguished sok the cherac-
teristics of a'ys&bcembinsﬁgﬁ g;ld mch sub-
combination ‘per se. The examiner -having
jurisdiction of the sabcombination can ususily
make a complete and adequate examination.
Because of thehwmn% © of new ex-
aminers, situations frequently arise where the
Patentability Report would of necessity be
made by an examiner who kmows less about the
art than the examiner seeking the Patentabil-
e axaminer scokin %‘”‘i‘i oport 1a.sufl-
‘the examiner e report i3 sufli-
ciently qualified to search the art gmxseif. ‘
" In view of these conditions which are ex-

w to By
t to bepin the best interests of the Of-
fice to suspend the present Patentability Re-
Eﬂﬂ: practice. Where it can be shown, however
¢ D Patentability Report will save total
examiner time, exceptions may be permi
with ths approval of the mp Mensger
of the group to which the application is 8-

Bev. 16, Apr. 1068



706  Rejoction of Claims [R16]
this of the Manual
it prcta .,..fi}%“a.:mwnm

mlemaﬂmoﬁgclumwhmhpmparlydeﬁm
the invention. -

Ruls 106. Woym (n)nﬂnm‘

mmmmmhummmmm
mawmmwm ‘jmmt-
mmwmww e
(b)mmmmmwmum
mtammmmmmmmmum
erences gt his consmhand, - m:wum
oruhmor&ﬁulbeshvenﬁammmmehm
by the applicant, the particulsr plrt reiled on must be
designated as nearly as practieabls. The pertinence
oteaehre!mﬂnotohﬂmmu&beduﬂyex—
pmnedandeachnjecmddummadm

The standards of putentabmty apphed in the

examination of claims must same

throughout the Office. In every hetbm- it
” “nﬁwly

be considered ‘“comples,
ve,” all of ﬂxe ralmm-

“cmwdgd,” or “ﬁxhty ( ity, waato
mentg for paten s Dovelty,
nessandunobvzonsnem,as;’g m%USC
101, 102, and 163) must be met before s claim is
allowed. The mere fact that o claim recites in
detail all of the features of an invention (Le.,m
a “picture” claim) is never, in itself, justifi
tion for the allowance of such s olaim.
When sn - application discloses patentable
subject matter and it iz apparent from the
claims and the Applicant’s arguments that the
claims are intended to be directed to sach pat-
entable snbject matter, but the claims in their
present form cannot be allowed because of de-
fects in form or omission of a limitation, the
Examiner should not stop with a bare objec-
tion or rejection of the claims, The Exam-
iner’s action should be constructive in mature
snd when possible he should offer & definite
suggestion for correction.

Rev. 16, Ape. 1068

Mwmm:dsmwmmm
exsmination. Wwwbmm»
ﬁmm&emmmmmmmwlmﬂw
without smendment, but any smendivents after the
second Ofice action suust ordinarily be restricted to
mm«mmwmmwwmum
and the spplication will be agein comsifered, and so i
repaatedly, mmmmmmmzm
mum ‘

706 01 Contrasted With %jeeﬁtm

' The' mfw to § olaims bem the sub-
ject matter ag cleimed is considered: m&pntmta—
le is callad o ion.”  The term *rej

mnstbeapphedtosuchelmmthe
iner’s Jetter. If the form of the claim (asdxs-
tinguished from its sobstancé) is im . 80
“objection” is made. The prsctical di erence
between & rejection and an objection is that a
the merits of the claim, is
ject o review by the Boerd of Appeals,
whﬂe an ob]ecmn, if persisted in, ma
reyiewed only by way of petition to the
missioner.
Anmmpieofmmwraffmmmwhmh
ob)ectxonmmademde ofaclaimons
rejected claim, if the dependent claxm is other«
wise nllomble. See !508 01 (a)

mgect&m, mvo

706.02 Eggeeﬁﬂn on Prier Art [R-
1

Byfarmemostfmquentgxmdofmlecm
is on the ground of unpatentability in view of
mmart.thatm that ﬂmuhumdmnﬁer
mmﬂmvadmdw%U&C 102, or else
it is ogowgsu;ﬁder 35 USCdlw shmﬂﬁ
guage in rejecting claims

ivocal. Sm'm’l(ﬂ(d .

Prior art rejections s ordinarly be oon-

ﬁned &mﬂ to themwle&?.wh&m
W ey

pmpri of a 85 .SG. 102 depends

on 8 pmtmay lar intespretati me (3')




ined, shoul
A U.S. patent may be a reference agsinst an

spphmﬁmemthongh&epsbmtdﬁemnf-

?ma"' to the filing ¢ ' plication.
txspmperwmsadxaw‘gaaww
or sn asuxiliary reference and such patents

r a8 basic and suxiliary ref-

303 3440@ 817; mdmmadadmmhw
by 85 USC. 102(e). It was held sppli-
cable to rejections r 85 U.S.C. 108 by the

M’ 1& m" x'm



notomous cl aracter that j ;lu « m
taken, it iz sufficient so to state. In re ]

colm, 1942 C.D. 589; 543 OG. 440. If the ap-
plicant traverses such an assertior "the Exam-
mershoul exteareferenmm rtoflus

posm

Fm}m of the apphmnt to mscmably ehal—
lenge such ‘assertions estsblishes them as ad-
mitted prior art. - See¢ In re:Gunther, 1942 CD.
332; 538 0.G. T44; In re Chevenard, 1544 C.D.
141; 500 O:G. 196. ‘This applies’ also to asser-
txons of the Board. In re Selmi, 1946 C.D.
5255 591 O.G. 160; In re Fischer, 1942 CD.

295; 5380G §03.

706.03 liejections Net Based on Prior

The primary object of the examinstion of an
application is to determine whether or not the
claims define a patentable advance over the
prior art. In too many imstances this consid-
eration is relegated to a secondary pesition,
while undue emphasis is given to technical re-
jections. Where a major technical rejection
is proper (e.g. aggregation, lack of proper dis-
closure, undue breadth) such rejection should
be stated with a full development of the rea-
sons rather than by a mere conclusion coupled
with some stereotyped expression.

Certain technical rejections (e.g. negative
limitations, indefiniteness) should not be made
where the Examiner recognizing the limita-
tions of the English language, is not aware of
an improved mode of definition.

Rejections not based on prior art are ex-

plained in 706.03(a) to 708.03(y). IF THE
ITALICIZED LANGUAGE IN THESE

within the bonnf}mm st farth by 35 USLC.
101, which perlmts : its to be pranted only
for “any new and useful process, machine,
mmufwcture, or mp@ﬁltmn of matter, or am’
new and useful mpmvement thereof.

The term *process™ as defined in 35 U.S.LC.
100, means pmm art or methed, and inclulies
a new use of a known process, machme, Manwn-
nposition of matter, or material.
s, have determined the fim-
. Examples of sub-
ble under the ﬂmtm

Pmm Mams

For example, a mere amngement of mn&ed
mstier, Q’hoﬁgh BRPY .a*!.;'%’ B manufactm, 38
mjectetl as not. Zwmg wzthm tlze st@uwm
classes.

Naroraroy O@cmnm ArTICLE
Similarly, a thing occurfing in nature, which
is substantially unaltered, iz not a “manufac-
ture.” A shrimp with the head and digestive
tract removed is &n example. Ex parte Gray-
son, 51 USPQ 413.

Mernop or Donve Busixgss

Though sesmingly within the category of a
process or method, the law is settled that a
method of doing business can be rejected a8 not
being within the statutory classes. Hotel Se-
cuntv Checking Co. v. Lerraine Co., 160 Fed.
467,

Scrextric Priworrrs

A scientific principle, divorced from any
Je structurve, can be rejected ss not

th the statutory classes. O"Reilly v. Morse,

15 Hommi 42,




fact useful or an fnvention or discovery or
appilcation in fact discloges mbjeet matter fn te-
gorles speclﬂedbyt!lelmmlem Act.

- Applicstions: MUST' be inspected promptly
whenrewvedtodstemmethose which appear
to relate to atomic and those so related
MUST BE PROMPTLY FORWARDED to
the Patent Security Division for processing
under Rule 14(c), in order for the Commis-
gioner to fulfill his responsibilities under Sec-
tion 151(d) of the Act.

‘A1l rejections based upon Sections 151(a)
and 155 of the Atomic Energy Act MUST be
made only by Divisions 10, 44 and 46.

706.03(¢) Functional

See Ex parte Ball et al.,, 1958 CD. 4; 675
0.G. 5 In re Arbeit et al, 1953 C.D. 409;
677 O.G. 843 and Ex parte Stanley, 121 USPQ
621.

Section 112 of the Patent Act of 1952 con-
sists of three paragraphs, which read as fol-
lows:

The specification shail coutain a written deacription
of the invention, and of the manner and process of
making and uslog it, in such full, clear, concise, and
exact terme as to enable any person gkilled in the art
to which it pertains, or with which it is most nearly
connected, to make and use the same, and shall set
forth the best mode contemplated by the invenior of
carrying out his invention.

Revw. 7, Jan. 19466
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ug
- or lm‘dueﬂm in the apeemcation und emzlva}ents

Aneim&aemmtarawmbmmnmbe
emmuzmatmtormmaww

3 af swtxon 112 hn the effect of
the rejection of s claim for & com-
elements (or steps) on the ground
es from the prior art

"ﬁ

E“’*"

that the claim
solely in an element (or step) defined as a

“means” {or “step”). cot Ied with a statement.
of function. However this provision of para-
graph 3 must a!mys be conmdered as subordi-
nate to the pmvzsmn of paragriph 2 that the
claim  pariienlarly - pmnt: ‘out ﬂad ‘distinctly
clmm & sab;eet matier. If a chum be fomz&
in langeage approved by pa

sm:.h chm&oukialm  be tested. add;tmmi l’;
for com mzﬁz h%zfz;&af:tfm
to comply mqmmnents _parsgraph
2, the clsim should besomjeeted and the rea-
sons fully ststed.

Paragraph 3 of section 112 makes 1o change
in the established practice of rejecting claims
as functional in situations such as the fol-
lowing:

L. A claim which contains functions] lan-
guage not supported by recitation in the claim
of sufficient structure tc warrant the presence
of the functional language in the claim. An
example of & claim of this character may be
found in In re Fuller, 192¢ C.D. 172; 388 O.G.
279. The claim reads:

A woolen cloth having & tendency to wear
rough rather than smooth.

2. A claim which recites only a single means
and thus encompasses all possible means for
performing a desired function. For sn ex-
smple, see the following claim in Ex parte
Bullock, 1907 C.D. 93; 127 0.G. 1580

In a device of the class described, means for
transferring clothes-carrying rods from one
position and depositing them on a suitable

support.

706.03(d) Vague and Indefinite

When the Examiner is satisfied that patenta-
ble novelty is disclosed and it is apparent to




appeuwmmnt“ . gocasion,
hom,aguatduiotﬁortmmqnimdto
explain just what is' wrong with the claim,
whmmmmmw“sm “Although

" with - the 'i8 to be com-
mnéd,undmt:meehouldmbespmttmng
wmmmlttorneymtrymgwuyin

& Tejection as indefinite

pmmmm ithat » eertain lino is mesn<
imghebe is sufficient. The Exwsminer’s action
shoild be constractive in nature and when poa-
sxbleh%&«mldoﬂ@ra

ion. Incl ion of 8z tzve imi
# b “pistaly éxeép kel®, may’ mai:e
a claun indefinite. mmﬂms such as: “an-

- hydrous®, “oolorless” and “non- &zmous” have
beenallowad. "Théy can be de! and are by
far the least. cﬂmbersoma way to express the
Limitation, "The mere incluston of reference
numerals in & claun otherwise allowable is not
a ground for rejection. But see Ex parte Os-
borne, 1900 C.D. 137; 92 O.G. 1797.
Alternative expresmons such as “brake or
locking deviee” may make a claim indefinite if
the limitation covers two different elements.
If two eﬁmlent parts are referred to such as
“rods 18", the alternative expression may
be considered proper.
Still another way in which s claim can be in-
deﬁmfe is. where & non itur occurs. For
le, & claim is inferemtial and therefore
md ite when it recites “said lever” and thete
was no earlier reference or no
the claim to a lever. An indirect lmuta#wn
also affords a ground of rejection as indefinite.
If 8 “lever” is set forth pn&, Jater in the claim,
“ggid aluminum lever” is recited, the
rejected as indefinite. [R-16]

706 03(e) Prodnet by Process

An article which cannot be described in any
other mapner, may be claimed by s process of
making it. In re Moeller, 1941 C.D. 818, 527
0.G. 559. Applicant must, hovmver, make &

claim is

706.03( £ ) Emwnplm

A claim can be rejected as wompbte if it
omits ‘essential : eletents,: OF | NEOUSERYY
structural cooperative relationship of elements,
such ommission ammmﬁngfou gap between the
elements, steps or necessary structural
tions.  Greater latitude is permis
spéet to the definition n & c!shn of matters rot
emential to novelty or © ity than with
respect ¢ matters’ emmtm! ﬁmmo. See ‘also
708@3(&); e 0w

706.03 (g) Pmﬁx

con-

Claims are re}ectad as Ww when
tain long recitstions of wmimmrm a%mls
which hide or obscure the invention. Ex parte

Tagen, 1911 C.D. 10; 162 '0.G. 538,

long detailed clairas set-
ting forth so many elements that invention can-
not possibly reside in the combination should
be rejected as proliz. Ses also In re Ludwick,
1925 C.D. 808; 380 O.G. 398.

706.03 (k) No]nsmtn!:ory Claim [R-
16

Some applications when filed contain an om-
nibus claim such as “A device wubstantially as
ghown and described.”

Such & claim can be rejected as follows:

Claim ... is rejected for failing to par-
ticulaxly point out and distinetly claim the
invention as required in 35 U.8.C. 112,

For cancellation of such & claim by Ezamin-
er’s Amendment, see 1302. M(b)

706.03(3) Awmm

Rejections on the ground of agmm
should be based upon 8 lack of coopersiion be-
tween the clements of the claim. J &m-
sions and some legal writers extend the i
to include old and exhsusted combir

SORNETS

(706.08(j)). Confusion as to what is meant
Bev. 16, Apr. 1868

the' thon ht that ve




wnter, for enmple, ise
5ood oombmtmn. elther is & claim necessar-
tive merely because elements' which

do eooperate are set forth in specific detail.
706 03(j) Old Cﬁmbinaunn [R«—lé]

ThemeehmmtheFm&ofonm
tion (synonymous with ‘“exhsusted combina-
tmn?’)te% res the citation of & reference, but
tresud beonuse of its relation to aggre-
gation. - M.(notuommmof
rafenmes, .course) i8 cited, not to satici-
the claim, but to anticipate the broad
oombmsnon set forth in the clsim. Moreover,
the cooperation and result hetween the ale-
ments in the reference must be the same as it
is in the claim.
Amewononthegmndofoldmbmmﬁon
should be made whenever geen Whether
suboombmataondumshava pmtedor
allowed in the same application, or whether
other form;eduonoftheeombmn.hon
claims exist, are not determinative of the pro-
pristy of this rejection. The rejection is proper

when a le mfemce discloses broadly & com-
bination of the same elements functionally co-
opersting in su y the same manner to

produce substantially the same results as that
of the claimed combination. Ez parte Sllver-
stem, 125 U.S.P.Q. 238 (Bd. App
that an applicant has i lmpmv one alm& of
a combination which may be per s¢ patenteble
doesnotennﬂehmtoaclmboﬂwmlpmed
element in combination with old elements where
the elements perform no new function in the
glsaélmed combmation. In re Hall, 41 C.CP.A.
Ezample: An improved (s ﬂcallymted)
carburetgr clalmedli)n comb(ml;et?on with &
line eglgme A reference i 1;; cited W]i;i;h
a_carburetor combined with a gasol m«e.
This shows the broad combination to be old.
Both in the mfamee and in the claimed com-
bination ration between the carbu-
retor ama engine is the same and the end result
is the same. The claimed combination is an
improvement over the prior art enly because
of the improved carburetor. The carburetor

Bev. 18, Apr. 1068

i Old “eombination W'M
MW&EA&G mqwmwpmmm
mmmz < 'The rejection should make it clear

uonmmmuhﬂew&-
- 4Claim 1 3s rejected under %E’.S.C Imas
being drawn to the old combination of & bell,
& battery and & switch connected in series by
wire conductors. This combinstion is shown
to be old by the patent to Jones which discloses
broadly the same slements funtionelly intsr-
staci in the same manner to produce substan
tially the same resnlits. The combinstion of
claim 1. dxﬁetsfmmfbatﬂ:q;lnmﬁ.]’éogwbg
sebﬁngﬁo:ﬁtsspmﬁsmm on: 3
: Since: the latter doss not medify
thaamoﬁtheetherdmmm&mﬂm
claim in any material mianner, nonew combina-
tion is soen to exist. In re IGGUS»P.Q.
483 4IGG~PA {69; 208 F. e&a’m 880 O.G. 8.7

706. 03(&) anheaze Claims; Double
Pwnng [K-lﬁ}

Tnasmuch s s patent is poeadtobehm—
ited to only ome x‘g:'anuon itgst several
closely Iﬁ.:éed ltnd:mble mvenhons,
an app. ion to a single clsim, or & single
claim to each of the related inventions t
gpear to be 1 8s as convenient.

owever, co ecisions have confirmed ap-
plicant’s nght to restate (i.e., by plursl claim-
mng) his invention in a reasonsble number of
ways. Indeed, a mere difference in scope be-
tweenclalmshasbeenheldtabaen

Nevertheless, when two clsims in an_appli-
cation are ét;ghcatw, or else are so close in
content that ey both cover the same
despite a slight difference in wo , it 38
proper after allowing one clsim to reject the
other as being a mbetantml dagggcate of the
allowed claim. , it i le to reject
one claim on an allowed claim If they differ
only by subject matter old in the art, Int-
tar gmund of mIectlon 18 set forth m the fol-

parts

T ED. Boalo 00 107
(‘lalm B4 is not patentabh over claim 51
and claims 58, 5§ and anat mble
over claim 50 in view of Comstock, 80,857,
which shows that it is old to employ m engine-
in tools of this character. The claims
held patentable are considered as fully cover-
ing applicant’s invention, sud spplicant can-




sh from the real invention m
vbieha;odﬁinhﬁmdp&r{m

;
This rejection (the ex , Whitelaw doe-
irine ¢ pl ‘ifthma;mly

related to given sbove are a8
follows: ~
Where there is & common assignes for two
g{a more ggpﬁaﬁomgndiﬁmt.mvmh‘om,md
:ﬁsbmnmsoon conflicting claims, see
305 §04.08.
DousLa PatentiNG

Where there are conflicting claims in differ-
ent applications of the same inventor, one of
which is assigned, see 304.

applications for species or for relsted inven-
tions, ess Chapter perticularly Sections
gmsm, Mmm%md m&% for dou-
g&t&nhngm‘emm' inventions not
mtau}aovareacﬁotm. pet:

Arsurcatson Foe Uwose 88 US.C. 121

The Commissioner hss determined that un-
der 85 U.S.C. 181, the Patent cannot re-
ject & divisional application on the parent pat-

ent if the divisional application is filed 85 &
result of a requirement for restriction mads by
the Office even though the requirement for re-
striction relates to ies. In re Joyce, 1688
C.D. 2; 727 O.G. 4 See also In re Herrick et
al, 1958 C.D. 1; 787 0.G. 4 where the Com-

Bev. 16, Apr. 1948




pegyety s m ,~
due multiplicif o; claims ma

the Boardp ty y

on the

prior to an mmmatxon
it%hﬂm of the clums

- certain claims,
exceed the number specified, for examination on
the merits. The Examiner ehould be reason-
eble in setting the number to afford the Apph-
cant some lafitude in claiming his imvention.

If a rejection on multiplicity ie in order the
examiner should make & telephone call lm-
ﬁ that the.claims are unduly mult;f

1 be rejected on that. should
request selection of a speci ed number of claims
fog e of exs.nm;at;wn ‘ ‘

time for consideration is mquested arrange-
ments should be made for & second telephone
call erably within three working days

) en claims are scgected :a‘.i formal muﬁn—
plicity. rejection is ma mchz a complete
rewlg telephona lntervmw, fonowad by
an action on the selecied clsims.

When spplicant refuses to oomply with the
telephone request, a formal multiplieity rejec-
tlon is made. No reference ahoul be made to

unsmmfu] telephone call.

The ‘Applicant’s to & fm-mal multi-
plicity on of the Emmmer, to be com-
plete, must either: ‘

1. Beducs the number of claims ted to

e, or if no

thoss gelected previously by tele

Dot axcanding the mumber t:gemﬁedtob; &Z“ﬁ"f
8x ® num -

aminer in :ﬁg Office action, overcoming

mjectwn besed upon tlm ground of mtﬂtaphcity

I
WP p!,s . w beca

706.03(!1) E:;Eweapondenee of C!mm

165{

- Bale 111 Amendment end vovioion reguired
mocifieation, daime ang drawing most be mﬁaﬁ and
revised ‘when required, to: dorrect !Mmrm of de-
sceiption and definition’ o mmemn prolizity, and
to secure correspondence between ﬂw emms. the qwd
fication and the drawing.

Anether category of rejections not based on
the prior art is based upon the relstion of the
rejected claim to the disclosure, In chemical
cases, & claim may be so broad as to not be
supported by disclosure, in which case it is
re} ected as unwarranted by the disclosure. If
averments in 8 claim do not correspond to the
averments or disclosure m. the spaclﬁcahm,

rejection on the ground of
mzor&er It mlﬁobe ke t in mi ? thsgan
original claim is part of the disclosure
nght _adequately  set, forth mbzecﬁ mﬂer
which is mmpletely shient fmm the specifica-
tion. Applicant is required in such sn in-
stance maddthembjwtmm:erwthaspwﬁ
cation, Whenever an objection or rejection is
made based on incomplets disclosure, the Ex-
aminer should in the imterest of expediticus
rosecution call attention to Rule 118. If sub-
ject matter capable of illustration is origin Ty
claimed and it is not shown in the drawing, the

clsim is not rejected but Applicant ia reguired
to add it to the drawing. See 608.01(1).
Soe 706.08(z) for mmmmm undue breadth.

Hev, 18, Ape. 1008



706.03(p) No Uﬁmy [R-16]
AmmMmmdofzmofm

bmisf ﬂus
&f’mm(ﬁ’f > il

706.03(q) - Obviows Method [R-16]

A process which amounts to nothing more

pr:g pauntn:rlf An A ca v
or uet 18 not e. pp icant may
invent & new and useful article of manufacture.
Omnce the article is conceived, it often happens
that anyone skilled in the art would at onee be
awmofamd;hodofmakmg:t In such a
case, if applicant asserts both article and
method claims, the article claims are allowed
butthemetho«iclmmsnmybereectedasbemg
dra.w;; to an obvious method of making the
artic

While a rejection on this t‘gmmd does not re-
uire the citation of art or llowance of any

claim, it must be appsrent to a person ordinar-
ﬂy skilled in the ?;t, without reference to any
method disclosure contained in the application,
how the claimed art'xcle was made. It other

words, the rejection is if such a
would be able, upon the of his own
edge, to perform the claimed method merely
from having the claimed srticle shown to him
or by bmng told whaet i ients it contained.
Note in re 49 C.C.P.A. 711; 130 US.-
P.Q. 200; 292 F. 2d 581.

706.03(r) Mere Function of Machine
[R-16]

Proceas or method claims which merely define
the function of & machine or apparatus are not
sllowable. A rejection on this ground is proper

Bev. 16, Ape. 1088

e, statn
"’U".S.C. 101,

113U PQ.53 %IF 2&73&-

706.03(s) Statutory Bar [R-16]

A.nathermhgmyofm&hmn&%ﬂeﬂ
ﬁnormﬁn&sabmsinmm rior st of
cant,asnmultofwhleh > elaim is

Under 35 U'.S.G. 1&(
the “invention” {as d rished from
donment of an'. appixmﬁon ). mﬂm in loss of
right to & patent. o

QOwwx ann Fonnm«r Plr.mmv

88 UB.0. 104 Conditions el g
mmsofwmwm Ammmnhmﬁm
to & petent vnleee——

@ & @ B &

{4} the invenilion was frst palonied or caused to
be patented by the spplicant or his lega) repressntatives
or sssigns in a forelgn country prior to the daite of (he
application for paieat in this couniry on en epplien-
tion filed more than twelve months before the Sing of
the applieation in the United Btates.

Norn—Section 4(b} of the Act of July 19,
1952, provides:
“Soction 102{4} «f’ﬂﬁ@% ummwaeeﬁml

heveof, shall not apply to axd
a;mumum bt the aw previeusly in offect, mm@&y
wragraph of B8, 4887, chall apply (o such
patesits m& appiications.”

The statutory bar of rmr fo
statedmthery 3 mﬁ (d) ;
mmdmpamgmph )
lication

been
Section 102 of the new law. An app
for United States patent filed more than one
ymafmrﬂmﬁhngofwapphm for the
Tonger burred unlese the Toreign paten
before the United States a,pplnmm iz ﬁled.
The statute sbove tablishes four
conditions which, if all are pmt, ewubimh ®

™




mwmmgﬁamhm

am..m) T T b
. (28) Itnms&baﬁbdby

fé) The sam mE vention must be involved.

f such a fomxgnpa&ntmdmeonmdbythe

Examiner, is made under 85

US.C. 102(d) onr%e ground of statutory bar.
The new law only applies to applications

filed after January 1, 1958.

Svsurssron 10 Lisrary UNNECESSARY

Such applications [those filed after Janu-
ary 1, 19 should not be submitted ss & rou-
nnemaﬁertotbeh'bmrytoaseemmﬁthe
foreign application has become a patent. Since
the foreign patent to be & bar under 35 U.S.C.
102(d) must have been granted before the filing
date in this country, the egrobablhty of the
foreign patent having after the date of
executlon of the o al oath and before the

ﬁhmwlsso ight as to make such a
search rily unproductive. The practice
with reference to cases filed before January 1,
1958 remains un .

Foerzon Foaime Wrrmovr Liceren

85 U.B.0. 184 Pllimg of application im foreign coun-
try. Except whem authorized by a license oblaiped
from the Commisuioner & person shall not dle or cavse
or suthorise to be filed in ary forelgn couniry prior to
eix months after gling in the United States an applica-
tion for patent or for the registration of a nillity model,
indusgtrial design, or model in rempect of an invention
meadoe in this country. A loense shail pot be granted
with respect to an invention subject to an order imsgued
by the Commissioner pursvant to section 181 of this
title withont the concarrence of the head of the depart-
ments and the chief oficers of the agencles who caused
the order to be issued. The lcense meay be gramted
retroactively whare an application bas beenn inadvert-
ently flled zbroad and the application does not discloss
an invention within the scope of section 181 of tids tile.

The term “application” when used in this chapier
includes applications and apy meodifications, amend-
ments, or supplements therebo, or divisions thereof,

86 U.8.0.185. Patent barved for fiing without tHoense.
Notwithstanding any other provisicns of law any per-
s0n, and his successors, assigns, or legal represenin-
tivesz, shall not receive a United Hintes patent for an

@1

706,08 (a)

MEMMQMMWW
mWhmm¢MMW
amagmmmm;mu the
reglatration of o ity ‘wiolGel; iddustzint deblgi ‘o
model fn respott of the inveokics; A United States
mmmmmmmmmm
twmmmmmmm

examining an m, theEx—
uﬁmoﬁ%%am&
application w, ve

m‘“‘ foreign sPRlioation which appesrs
had been on fils for six months, snd if the in-
Z:nmuppqmﬂywwmademtbmwm&y

and Review Section agp Group 220, ca at-
tention to the foreign hcatmn Pen
mvestlgshon of the pﬂ@gie violstion, the ap-
lication may be returned to the Ex
roup for prosscution on the merits. When i
hcau“"‘:fi‘ai"mm bmitted o T icencing
P on &gain submi to Licensing
and Review Seetwn of Group 220 unless the
istter has already reported that the foreigm
involves mo bar to the United States

PEEATY (f; ﬁt:ke action unda;
, Licensing and Review Section o
Groug) 2%0 will request transfer of the applics-
tion to i

Oruer Statorory Bans

Further, claims to ar invention in public use
or on sale in the United Ststes more than
twelve months before the effective U.S, filing
date are also rejected. 35 U.S.C. 102(b).

706.63(¢) Other Assi@ed Application
(R-16

As pointed out in 304, t of one of
several overlapping apphcatmns of the same in-
ventor may give riss (o & of rejection.
See alse 805 and 706.03(k).

706.03(v) Disclaimer

Claims msy be rejected on the ground that
icant hm-; dzsolmmed the subject matter in-
ved. Such disclaimer ma arwe, for exam-
ple, from the applicant’s
{2) to make claims su | for interfer-
ence with another application under Rule 203
(1101.01(m)}),
(b) tocggaclmmfmma patent when sug
( ; to E?mmar E();1;101 ngi}, or
¢ resm or a s Wit
limit fixed, to ﬁammer’s rejection of
claims copied fmm & patent (see Rule 206(b)
and 1101.02(f)).

Bev, 18 Ape. 1688



- TP _.,memmﬁmébe@tm’
ﬁm Boami of Patent b o
eeaamgﬁ. h “

basis of priorart.

Rev. 16, Ape, 1666 iy



 706.08(

mmﬁwmm
for within two yesrs. {from the t of the
original patent. ‘This is an alwolute bar and

cannot bo excused. This prohibition mm

interpreted - to apply o any claim which is
broader in any respect than the claims of the
original patent. -Such claims may be rejected
ash ing barred by 35 U.S.C. 261. However,
when
years, the Examiner does not go into the ques-
tion of undue delay. . L
The same section permits the filing of & re-
issue application by the assignee of the entire
interest onlg in cases where it does not “enlarge
the scope of the claims of thekoi;iﬁdnal‘pstent A
Such claims which do enlarge the scops may
also be rejected as barred by the statute.
‘A defective reissue oath affords a ground for
rejecting all the claims in the reissue appli-
cation. See140108.
Note that a reissue application is “spacial”

706.03 (y) _ Improper Markush Group

Ex parte Markush, 1925 C.D. 126; 840 O.G.
839, sanctions, in chemical cases, claiming a
genus expressed as a gre::gxl consisting of cer-
tain specified materials. is type of claim is
employed when there is no commonly accepted
generic expression which is commensurate in
scope with the field which the applicant de-
sires to cover. Inventions in metallurgy, re-
fractories, ceramics, pharmacy, pha.rmacoiogy
and biology, may be claimed under the Mar-
kush formula but it has consistently been held
to be improper to extend it to purely mechani-
cal features or process steps. It is improper to
use the term “comprising” instead of “consist-
ing of”. Ex parte Dotter, 12 U.S.P.Q. 382.
Regarding the normally prohibited inclusion of
Markush claims of varying scope (generic and
subgeneric for example) in the same case, see
Ex parte Burke, 1934 C.D. 5; 441 O.G. 509.

The use of Markush claims of diminishing
scope should not, in itself, be considered a suffi-
cient basis for objection to or rejection of claims.
However, if such & practice renders the claims
indefinite or if it resuits in undue multiplicity,
an appropriate rejection should be made. This
practice with respect to Markush claims of
diminishing scope is being continued.

The materials set forth in the Markush group
ordinarily must belong to a recognized physi-
cal or chemical class or to an art-recognized

and remains so even if applicant does not make

26-264 O~ 67 - 7

and it is

reissue is applied for within twe

" the Markush

the prior art that all of them possess this prop
erty: 'The test should bo apoiied as libsrally

a8 possible. Where a M exp 8
applied only to a portion of a chemical com-
pound, the propriety of the grouping is deter-
mined by & consideration of the compound s
a whole, and does not depend on there being
a community of properties in the members of
rkus TOSSION.
-~ A rejection of a Markush type claim based
cn any of the grounds pointed out above relates
to the merits and is appealable.
, Svseenus Cramg

.~ A situation may occur in which»-agtmﬁee
has presented s number of examples which, in
the examiner's opinion, ave sufficiently repre-
sentative to support u generic claim and yet &
court may ‘snbaﬁmﬂy Lold the claim invalid
on the ground of undue breadth. Where this
happens the patentee is often limited to species
claims which may not provide him with suit-
able protection. D

The allowance of a Markush type claim under
a true genus claim would appear to be bene-
ficial to the applicant without imposing any
undue burden on the Patent Office or in any wa;
detracting from the rights of the public. Suc
a subgenus claim would enable th> applicant
to claim all the disclosed operative embodi-
ments and afford him an intermediate level of
protection in the event the true agenus claims

should be subseguently held invali o
The examiners are therefore instructed not

to reject a Markush type claim merely because
of the presence of & true genus claim embra-
cive thereof.

See also 608.01 (p) and 715.08,

706.03(z) Undue Breadth

In mechanical cases, broad claims may prop-
erly be supported by a single form of an ap-
raratus or structure. In re Vickers et al., 1844

.D. 324; 564 0.G. 174,

In chemical cases, however, the disclosure of
a single species usually does not provide an
adequate basis to support generic claims. In
re Sol, 1938 C.D. 723; 497 O.G. 546. This is
because in chemistry it is not obvious from the
disclosurs of one %ecies what other species
will work. In re mhéeld, 1840 C.D. 3851;
518 O.G. 255 gives this general rule: “It is well

Hev. 12, Apr. 1867



. dati by Samuef ’S 'Levm mvemthxs sub-
]ee v

70604 Rejection of i‘rekus!y Al-
" lowed ﬁlamts o

A clmm noted as allowable shall thereufter
be rejected only after the ﬁroposed vejection
has been submitted to the Primary Examiner
for consideration of all the facts nnd approval
of the proposed action.

Great care should be exercised in authorizing
such 8 rejection. See Ex parte Grier; 1923
CD 27 809 OG 223 Ex pa.rte Hay, 1909

Pnnvxotrs Ac'nox mr Dmmnmrr Exmm

Full faith and credlt shonld ha gn'en to the
search and action of a previous examiner un-
less there is a clear error in the previous action
or know. of other prior art. In general,an
examiner should not take an entirely new ap-
proach or attempt to reorient: the pomt of view
of a previous examiner, or 2 new: search
in_the mere hope of finding something.

Because it is unusual to reject a prewously
allowed claim, the Examiner should point out
in his letter that the claim now being rejected
was previously allowed.

706.05 Rejection After Allowance of
-Application

See 1308.01 for a rejection based on a refer-
ence.

For rejection of claims in an allowed case
which has failed to make the date of a. senior
application in correspondence under Rule 202,
see 1101.01(i).

706.06 Rejection of Claims Copied
From Patent
See 1101.02(f).

706.07 Final Rejection

Rule 113. Fingl vejection or action. {&) On the
second or any subsequent examination or considera-
tion, the rejection or other action may be made finsl,

Rev. 12, Apr. 1087

- Before finsl rejection is. in order a clear iasue
should be developed between the Examiner and
ring the prosecution to. as
speed clusmn as ossible and at the same
time to.deal justly by both the spplicant and
the public, the mventzon as disclosed and
clsimed should be t}wroughly searched in the
first action and the references fully applied;
and in response to this action the spp jcant
shonlgi,, amend with a view to avoiding all the
ounds of m jection and objection. Swi
‘om one subject matter to. anothy
dmm; p;qt@aentedﬁgy apphcantf mf&m&
amendments, or from t of 1e to
another by the’ Exammgg % rejecting in suc-
cessive actmns claims of substantislly the same
subject matter, will alike tend to defeat at-
taining the goal of reaching a clearly defined
issue for an early termination; ie., either an
allowance of the caseor a ﬁnai rejection.

While the Rules no longer give to an appli-
cant ‘the right to “amend as often as the Ex-
aminer presents new references or reasons for
rejection”, present practice does not sanction
hasty and ill-considered finil rejections. The
applicant who is seeking to define his invention
in claims that will give him the patent protec-
tion to which he is justly entitled should re-
ceive the cooperation of the Examiner to that
end, and not be prematurely cut off in the
prosecution. of his case. But the applicant
who dallies in the prosecution of his case, re-
sorting to technical or other obvious subter-
fuges in order to keep the application pending
hefore the Primary Examiner, can no jonger
find a refuge in the Rules to ward off a final
rejection.

The Examiner should never lose sm’ht of the
fact that in every case the applicant is entitled
to a full and fair hearing, and that a clear issue
between applicant and Examiner should be de-
veloped, if possible, before appeal is prose-
cuted. However, it is to the interest of the
applicants as a class as well as to that of the




e

confer any right on an applicant to an &
prosecution. Ex oogendam, 1980 C.D.

parte
3. L

3
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- In making the final rejection, all outsiand-
ing grounds of rejection of record:should be
carsgxrﬁy reviewed, and any such grounds re-
lied on in the final rejection should be reiter-
ated. They must also be clearly developed to
such an extent that applicant readily judge

the advisability of an appeal un%essjh._pmvious

3

(single) Office action contains a complete state-
ment supporting the rejection. N
However, where a_single previous Office ac-
tion contains a complete statement of a.ground
of rejection, the final rejection may refer to
such a statement and also should include a re-
buttal of any ar?nnéﬁts ‘raised in_ the & 'E‘h-
cant’s response. If appeal is taken in such a
case, the examiner’s answer should contain a
complete statement of the examiner’s. position.
A summary indicatinlg the final disposition
o}f each claim is desirable and also a statement
that: T E
“The above rejection is made FINAL", or
“This is a FINAL rejection”, :
For amendments filed after final rejection,
see 714.12 and 714.13.

706.07(a) Final Rejection, When
Proper on Second Action

Due to the change in practice as affecting
final rejections, older decisions on questions of
prematureness of final rejection or admission of
subsequent amendments do not necessarily re-
flect present practice. Under procedure which
became effective July 1, 1964, and modified on
September 1, 1966, second actions on the merits
shall be final, except where the examiner intro-
duces a new ground of rejection not necessitated
by amendment of the application by applicant,
e.g., a rejection of any claim not amended by
applicant where that rejection relies on newly
cited art. ;

See 809.02(a) for actions which indicate
generic claims not allowable.

In the consideration of claims in an amended
ease where no attempt is made to point out the
patentable novelty, the Examiner should be on
guard not to allow such claims. See 714.04.
The claims, however, may be finally rejected
if, in the opinion of the Examiner, they are
clearly open to rejection on grounds of record.

5

ha nted in the enrlier applics-
tion, .. A first_action final rejection in & new
application which is a continuation-in-part is
usually not proper since, ordinarily, the subject
matter included in the claims was not present
intheparentcase. . .

- The period for response set in 8 first action
final should correspond to the period that would
have been set had the action been made in the

parent case.

706.07(c) Final
S fare
Any question as to prematureness of 2 final
rejection should be raised, if at all, while the
case is still pending before the Primary Exam-
iner. This is purely a questiﬁn,fof?wcﬁce,
whelly distinct from the tenability of the re-
jection, It may therefore not be advanced as a
ground for apﬁeeﬂ, or made the basis of com-
plaint before the Board of Appeals. It is re-
viewable by petition.

706.07(d) Finsl Rejection, With-
drawal of, Premature
1If, on request by applicant for reconsidera-
tion, the Examiner finds the final rejection to
have been premature, he should withdraw the
finality of the rejection.

706.07(e) Withdrawal of Final Re-
jection, General

See 714.12 and 71418, Amendments after
final rejection. S

Once a final rejection that is not premature
has been entered in a case, however, it should
not be withdrawn at the applicant’s request ex-
cept on the showing of Rule 116. This does
not mean that no further amendment or argu-
ment will be considered. An amendment that
will place the case either in condition for al-
lowance or in better form for appeal may be
admitted. Also, amendments complying with
objections or requirements as to form are to be
permitted after final action in accordance with
Rule 116(g). While the Office will continue
vigorous enforeement of Rule 116, citation of
new art by the Examiner in a final rejection

Rejection, Premu-

Rev. 12, Apr. 1067



to sxtuutxms where a new referenoce either fully
meets at least one claim or mests it ‘ex for
dlﬁ’erenoes which are shown to be completely
obvious. Normally, the previous rejection
should be thh&rawn with respeet to the clulm
or clmxns involved.

ractice should not, be used ior applica-

eubsmm ces; or of cumulative
references or of references :which are merel
considered to be better than those of reco
Furthermore, the practice should not be used

for entering new non-reference or so-called “for-
yunds of re]ectlon snch a8’ those under ~

ma %9 .
85 U.SC. 118, :
‘When ‘a final ectlon ig thhdrawn, al'l'

amendments filed after the ﬁnal Tejection are
ordinarily entered.

707 Exammer s Letter or Aetlon

Eztract !rou M 104 (b) Tha appllcant will be
notified of the examiner's action. The reasons for any
adverse action or any objection or requirement will
be stated and such information or references will be
given as may be useful in aiding the applicant to judge
of the proprlety of continuing the prosecut!on of his
appllication.

707.01 Primary Indicates Action for
New Assistant

After the search has been completed, action
is taken in the light of the references found.
Where the assistant Examiner has been in the
Office but a short time, it is the duty of the
Primary Examiner to go into the case thor-
oughly. The usual procedure is for the as-
sistant Examiner to explain the invention and
discuss the references which he regards as most
pertinent. The Primary Examiner may indi-
cate the action to be taken, whether restriction
or election of species is to be required, or
whether the claims are to be considered on
their merits. If action on the merits is to be

Rev, 12, Apr. 1967

thlspmhoaistobalimted

707.01(&) Parﬁai Sign&tnry Au&mrity
b Ee e ctial ,
pa éhm own

tmn af e followin
e signature of the P~

tnﬂwnty Ar6 63
actwm with the ex
actions wim'.h mqmm

mary ]

 Final rejections
Actions on amendments submitted after final
re]ecnm
. Examiners’ answers on appeal
~ Interference declarations or modifications
. Decisions on interference motions
Actions suggesting claims for interference
~ purposes ,
Actions involving copxe& patent claims
(1101. méf) )
Reguests for ]unsdmtmn for mterference

purposes
Actions reopening prosecution_
Requests for wath, rawal from issue
Rule 312 amendments
Rejection of previously allowed claim
Final ho!dmg of abandonment for insufficient

Actions based on affidavit evidence (Rules 131
and 132}

Suspension of examiner’s action

Reissue cases (decision on reissue oath)

Requests for an extension of time

707.02 Actions Which Require the
Astention of the Primary
Examiner

There are some questions which existing prac-
tice requires the Primary Examiner to be per-
sonally responsible for. The following actions
fall in this category:

Third action on any case ( 707.02(a)).

Action on a case pending 5 or more years
(707.02(a) ).

Final rejection.

Initiating an interference (1101.01(c)).

( f‘)n'sf request for extension of time (710.02
e

Disposition of an amendment in a case in
interference looking to the formation of an-
other interference involving that application
(1111.05).




- Treatment of uewly ﬁlad
c()ggéaglsly fails to comply 35 II.SC 112
Conm)demtzon of the adv:sabxhty of a pat-
entab;hty report (705.01).
ents for restriction { 01). :
Withdrawal of final re;ectmm (706.07 (d) and

706 07 ( z
iner's Answers on appeal (Rule
193) Nate also 1208.01 where a new ground
of rejection or objection is raised, or & new refer-
ence is cited, in the Answer. o
Decision on reissue oath.
Decision on affidavits under
(715.08) and under Rule 182(718).

Rale 181

(Rulé Y.
lmatmn which

view to ﬁnally conclndmg its pmmutmn.
Any cass that has been five years
should be carefully studied by the Supervisory
Primary Examirer and every effort made to
terminate its. prosecution. In order to accom-
lish this result, the case is to bﬁ comdexwl
‘%pecl ]” by the Examiner.
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- case, action is given only
presented and app

70705 Cit

of drawing must be specified, and in case part omly
of the patent be involved, the particular pages and
sheets containing the parts relied upon must be identi-
fled. If printed publications be cited, the author (if
any), title, date, pages or plates, and place of pub-
lication, or place where a copy can be found, shall be
given. When & rejection I8 based on facts within the
peraonal knowledge of an employee of the (Office, the
data shall be as gpecific ag possible, and the reference
must be supported, when called for by the applicant, by
the affidavit of such employee, and such affidavit ahall
be subject to contradiction or explanation by the afi-
davits of the applicant and other persons.

707.05(a) Copies of Cited Refereneces
Provided by Reference Or-
der Center

Copies of cited references (except as noted
below) are automsatically furnished without
charge to applicant together with the Office ac-
tion in which they are cited. Copies of the cited
references are also placed in the application file
for use by the Examiner during the prosecution.

Copies of references which are cited at the
time of allowance, in Ex parte Quayle actions,
and by applicant in accordance with 707.05(b)
and 708.02 are not furnished to applicant with
the Office action. Additionally, the practice of
furnishing, automatically and without charge,

Hev. 18, Jan. 1008

 plication file.

file wrap

; microfilming foreign h
supplied by the examiner; (3) maili :
tion with one copy of each cited reference; and
&43)‘ promptly returning to the appropriate

up the foreign and “other references”, and
(5 5 after mailing, returning to the Group the
ribbon copy of the mailed action together with
a copy of each reference to be pl in the ap-

is servics, the Ex-

‘To assist in providing th

e action is written as
) Place the origina 892 in the
ser and give to the clerk with the com-
ce action for counting and typing ss

pleted o
usual. ‘

(c) Write the application serial number on
the plastic index tab of a special folder. Insert
into the folder the two carbon copies of PO-
892 together with any Forei%zzm Other Ref-
erences cited in the action. {Do not enclose sny
U.S. patents.)

éd) Place the folder in the “Qut Box for
R.O.CY

Form PO-892 is completed, and the folder
prepared and forwarded to R.O.C. in all cases
in which & reference is to be provided, regard-
less of the type reference cited.

Foreign and Other References are copied and
returned to the Art Unit within 48 hours. If
it is not feasible to release such a reference from
the Art Unit, the Examiner should have two
copies made. These copies must be clearly
marked as such. Both copies are inserted into
the folder for forwarding to R.O.C.

If one copy of a reference is to be used for
two or more actions simultaneously, the folders
involved must be fastened together with an
explanatory note on top. .

f Special Handling is desired, a “special”
gtiﬁlimr should be attached to the top of the
older.

Jumbo U.S. Patents will be furnished to the
applicant, but will not be placed in the appli-

1 copy of PO-892 in the




’ : Examiners.. ;
Applicas i "‘dv""“f“&“témhm |
4 e ,eonsi&nmcbefmt onxb§

advised that i

%

y desirable that they inform

g}roper but - f
ce, in a separate paper either

t,emia?ﬁt 4y £ the fil : pl
within thirty days of the filing of an applica-
tion, or prior to.the first, Office action, which.
ever is later, of any prior patent or printed
Enbﬁcation ~which, in their opinion, maf ‘e

elpful to the Office in its examinstion of the

application. It is not the intention of the Pat-
- _ent Office to rely on such citati  sut

- that the cited art is anticipatory o
‘should form a basis for a rejection thereof. The
object in requesting a citation by the applicant
or sttorney of prior art known te him is to pro-
vide a check on the official search and also to
facilitate such search in that an examiner who
is advised of prior art of a given of perti-
nence before beginning his search not need
to spend time in considering art which is ob-
viously less pertinent, but which he would have
been required to consider if he were starting
without such advice. The Patent Office, if it uses
such art, will not rely in any way oa the fact that
it was cited by the applicant or attorney, but will
treat it in exactly the same manner as srt dis-
covered in the officiel search. It is definitely to
the applicant’s advantage to have all pertinent
art of record. Any citation should be selective
and should avoid unnecessary duplication or
the inclusion of art of comparatively little
relevance.

Prior art cited by applicants, attorneys, or
agents within thirty days of the filing of an
aiglication‘, or prior to the first Office action,
whichever is later, will be fully considered b
the Examiner, will be part of the official record,
and will be included in the list of references
cited in the patented file and in the printed
patent provided :

(a) the number of references cited is limited
to not more than five separate items, unless a
satisfact explanation is given as to why
more than five citations are necessary ;

79

287-450 - 88 - 3

fill out form 2 as usual v ve follo
ing exceptions. The Examiner will the sub-
mitted ‘citations in the appropriste columns,
mr}z;z’téi g the class tmg s%bc asa. F ferences I
other than patents, the Examiner v pply 2
hesding entitled ?"Appﬁe’aht’s Ndmf"at? %l%a—
tions” on form P(O-892 shead of the citation
data: of the publication.'’ ions: whers ‘no
references are to be provided: {Allowance, Ex
parte Qusayle, only :&g slicant submitted refer-
ences relisd upon) ‘hist
submitted citations as usual elas
cless on form PO-892. 8i 1e file record <
indicate the presence of the submitted citations,
the Examiner does net have to point out in'the
action the reasons for the citation of those refer-
ences not relied upon. SIS O
Reference Order Center (R.0.C.) will not
furnish copies of any patent for which the class
and - subclass have,g:én - omitted ' on - form
P(O-892, or of any ?ublica,tion cited under the
heading “Applicant’s Non-Pat. Citations.”
‘References cited by al),Plica,nts, attorneys, or
agents under the “special” examining procedure
for certain new applications (Section 708.02)
will be included in the list of references cited
in the patented file and printed patent.
Where applicant’s submitted citations do not
comply with the sbove procedures, the paper
containing the citations will not be entered in
the fle. Examiner will no¢ notify applicant
of non-compliance. The references will be cited
only if reiied upon by the Examiner in his se-
t(;lion. A}?pﬁeant will not¢ be permitted tzi Wit‘{;'
raw the paper contsining the improperly sub-
mitted cxt&tﬁ# from the applicagm file.
All references appearing m Office actions will
be listed in the patent under a single heading -
entitled “References Cited”.

See 1302.12.
707.05(c) Grouped at
Letter

In citing references for the first time, the
identifying data of the citation should be
placed on form PO-802 “Notice of References

Rev. 15, Jan. 1948



references are then listed, alphabeti-
is. gxlyven).*i Included in this category are Ger-
man sllowed applications, Belgian and Nether-
Iands printed specifications, abstracts, abbrevia-
tures and other publications. See 707.05(e).

707.05(d)

 quent Actions |
_ Where an applicant in an amendatory paper
refers to a reference which is subsequently
relied upon by.the Examiner, such reference
shail be cited by the Examiner in the ususl
manner. : o

707.05(c) Data Used in Citing Refer-
ences

Rale 107 (707.05 and 901.05(a)) requires the
Examiner to give certain data when citing ref-
erences. The patent number, patent date, name
of the patentee, class and subclass {except ap-
plicant submitted citations), and the filing date,
if appropriate, must be given in the citation of
U.S? patents. See 901.04 for details concerning
the various series of U.S. patents and how to cite
them. Note that patents of the X-Series
(dated prior to July 4, 1836) are nof to be
cited by number. Some U.S. patents issued in
1861 have two numbers thereon. The larger
number should be cited.

If the patent date of a U.S. patent is after
and the effective filing date of the patent is
before the effective U.S. filing date of the ap-
plication, the filing date of the patent must
set forth along with the citation of the patent.
This calls attention to the fact that the par-
ticular patent relied on is a reference because
of its filing date and not its patent date. Simi-
larly, when the reference is a continuation-in-
part of an earlier-filed application which dis-
closes the anticipatory matter and it is neces-
sary to go back to the earlier filing date, the
fact that the subject matter relied upon was
originally disclosed on that date in the first
application should be stated.

Rev. 15, Jan. 1968

cally arranged by suthor (by title, if no author

Reference Cited in Subse- |

£ rentheses, for example
“(96-24 F uxr)”. Whers only 2 portion of th

classification is unofficial, it alone is enclosed, as
in the citation 266-41(A) X. At the time of
allowance, when preparing the list of references
cited by the Examiner, the typist omits all par-
enthetically desigmate& classification data.

Forriaxy Patents ANp Prarisgep ArPLICATIONS

In citing foreign patents, the patent number,
citation dat%name of the country, nams of the
patentee, and class and subclass (except appli-
cant submitted citations), must be given.

- Inactions where references are furnished, and

1} less than the entire disclosure is relied upon,

- aheet and pa%e numbers g iﬁéa‘i_lg;:e ied

upon and the total number of shestsof dr Wﬁ
and pages of specification must be include

{except applicant submitted citations) ; (2} the

entire disclosure is relied upon, the total number

- of sheets and pages are not included, and the

sppropriate columns on PO-892 are left blank.

actions where no references are furnished,
the total number of sheets and pages should be
included except for applicant submitted cita-
tions, , :

Publications such as Germean allowed ap-
plications and Belgian and Netherlands printed
geciﬁcations should be similarly handled. If

e total number of sheets and pages in any
publication fo be furnished (other than U.S.
patents) exceeds 15, the authorizing signa-
ture of the Group Manager on PO-892 is re-

ired. If the total number exceeds 30, the
signature of the Operation Director is required.
Applicants who desire a copy of the complete
foreign (Fatem: or of the portion net “relied on”
must order it in the usual manner.

See 901.05(a) for a chart in which foreign
language terms indicative of foreign patent and
Fubﬁcation dates to be cited are listed. Foreign
anguage terms indicating printed applications,
which are to be cited as publications, are keyed
to footnote (3) of said chart.

PusricaTions

See 711.06(a) for citation of abstracts and
abbreviatures. See 901.06(c) for citation of
Alien Property Custodian publications.




ber will sﬁﬁee. ,'l‘he call nnmbex appe
“spme” of the book lf the book is

on the

enough

80.1

mation,

only in ﬂm Gmup A
may be no call number} th:

in Group

A outd be given.
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order a photmopg of a.t.leaat 4he rtlon rehed
upon and indicate the class and subclass in
wmﬂbeﬁled The Office actaonWST

1 ﬂlwclamandsnbelm
referances anywham in
thoapplim ﬁletlwtltleeof riodicals are
sbbreviated, the abbreviations oX titles used in
Chemical Abstracts snd ‘printed in. the kist of
periodicals 1 y -Chemisal - Abstracts
should ‘be wrt.h the' following. excep-
tions: (1) the
deuatschen

vistion for the Berichie der

chemischen Gesellschaft should be

Ber. Deut. Chem. rather than' Ber.,. and (2)

where a country or city of origin is & necessary

part of & complete ulentlﬁam,thé ommm-v or

city of origin should be added 1n parenthese
Soo.%em.m (Lon&on) :

eg.yd. 8 -
707.05(f) Effme Dates of Dechun-
S 16] ed Printed Matﬁer R~

In usmg declagsified material as references
there are ususlly two pertinent dates to be con-
gidered; mmely the printing dato and the pub-

il‘he printing date in some in-
ronthematenalandmybe
ghat data, jen, the ma&t%rml guﬁ
pre 3 distriby -
pu date m tlm date of mkm when thg“maf-
tena.l was mado available to the publie.® If

"or the country ¢

% corTect éo’fayﬁﬂhé oferarics, i sent HORP
cant, Where the error is dlscovered rthie
aminer,';;pplmtw als is niotified sand the p od
for response restarted. In either ¢ase, ¢
amiher is dlréd:e& t& ﬁbr!wb the' erbor,’ in mk,
in the paper in which the' error- &pp%r@, ‘and
plme his initials on the margin ‘of suth’
ther with & notation of the peper nmm e
of the action in which the mtatmn hns bean cm-
rectly given. T10.08.
Fom?ﬁwﬁism&wwm&mem
neous, citation of ‘sn erroneously’ - Furnished
raforence. Clerical instructions are outlined in

the Marmg} of %mai Pmceéﬂres, S@& 410 0

(ﬁfﬁ( |
 case uﬁ:herwme peady’ fer i#ae; in
which t'he erroniecus citation has not been for-
mally ecorrected in an official paper, the Ex-
aminer is directed to correct the cx@atmn, oD an
Exa,mn%?gs .&n‘gﬁﬁm@m form POL-3T. ind

It s FOREIGN patent is incorrectly e

mmtry thi

for exsmple, tha mng

General Rafemnw Bmmh of the . Scmxmﬁo
Library may be helpful. . The dste snd num-
ber: of the patent .are often sufficient to deter-
mins the aorre@ mnnm whwh gmnte& the
patent.

To correct & cxtaﬂ:wn prior to muxlmg, cither

the typed sction to
Reference Order Center (R.O.C
Memorandum of March 29, 1967, distributed to

5} s, B8O
Bav. 18, Age. 1868




wgmhusvuhbletotha cmthﬂpatanﬁod
file should be cited, as “Ex parte ..., deci-
sion, of the Boax;i of Apge@ls, Patent No.

sveided, | 1f an Examiner beheves that a

dacision not open to pu hc
-be -useful, he may, call it to
the appmpriate r who
will determine whether steps should be taken
to relea.se it for publication.

oner’s Order, Notice or
Mammndmn not yet i

twuhrmanusm

into this
manual is cited in any official action, the date of
the order, notice or memorandum should be
gmm. whama priate other data, guch as
O ffoe Sovicty mﬂt?o%uza"ftifepmh
or asette in w.
the same may be found, should also be given.

707.07 Completeness and Clarity

Buls 108, Comgpletencss of ewominer'e dobion. The
ezamines’s action will be complete g to ol matters,
exeept that in appropriate droumstances, guch as mis-
jolnder of invention, fendamental defocds In the appil-
cation, end the Uks, the action of the exawminer may be
Ymited te sach matters before further action is made,
Bowever, matters of form need not be ralssd by the ex-
aminer vnifl & claim is found allowable,

Whenever, on, it is found that
the mw,ugqnmdmdwn,ﬁc haracterize-

tion used to desmba the invenmtion are not
sufficiently consonant with the art to which the

Bev. 16 Apr. 1088

mgéead)m the art w whmh this i m%g:
mgmms that it is dxﬁcult or impossibis
s relisble search.
Applicant is therefore requested to rcm&a
cient aluaadmtm of these torms. (o m
ertms or test data) or correlation theres
arbwseptedtemoiogysothatap” j BOEE
parison with the prior art can be mads
‘A SHORTENED STATUTORY PER!@D
FOR RESPONSE TV THIS ACTION I8
SETTOEKPIRE (date)” , R

707.07 (a) &xmp!em Aetion on F@mwl
Rintte ,; {R-16]

thess
forms comprises an for the file record
and two copies to be mailed to licant as 8
paxrt of the Eannsr’e - fe Spe-
cifically referred to ss attachments to the letter
and are merked with its P number. - In

every instance where thess forms axe to be used
ﬂmyshmldhemﬁedmththsExamm*’sﬁmt
letter, and any additions! formal requirements
which the Examiner desires to mm aheﬂld be
included in the first lotter. ©

When any fommlmmmmmmademm
Exammaxs action, that sction should, in all
cases where it indicates sllowable subject mat-
ter, call attention to Rule 111 b) and state that

éwan&( amPO—-lEf?a) Emh

& mmple&e nse must eit ply with
all formal requirements or spe ly traverss

each requirement not complied

707.07(c) Drafteman’s
[R-16]

See 707.07(a) ; also 608.02 (a), (e}, (8).




complete.
In genaml, the most usual gmnnd of Te
tmmsbcsudonpnorutundermtheras Uf

102 or 85 U.8.C. 108.
86 USC. 102 (Amm:m)ﬂox ox wa oF

'Ihedmmetmnbeemmeotionsbasedm
85 U.S.C. 102 and thoss based on 85 U.S.C. 103
shonldbahﬁptmmxgg.tgnm the for&per,thﬁ
claim is anticipated reference. No ques-
tion of obviousness is present. It may be ad-
viseble to identify Whrpmo tbemf—

erence to suppo
expression “reected under 35 USC 102 28

clearly antlclpa.ted by” 13 appropnate
35 U.SC 108 (Olmwsms)

In contrast, 35 U.S.C. 103 authorizes a rejec-
tion where to meet the claim, it is necessary to
modify a single reference or to combine it with
one or more othera. After indicating that the
rejection is under 85 U.S.C. 108, there should
be set forth (1) the difference or ’ differences in
the olaim over the applied mfmneagl), (2) the
proposed modification of the

ence(8) nzoessarytosrnmattheclmmedsub—
ject matter, and (8) an on why such
ropowiE modlﬁ;at;loxl;%;:m.‘l be obvicus. b
of & nature must
avmmmm be the Exeaminer’s
view as to_the utter l of patentable merit
in the disclosure of the spplication examined,
he should not e e record the opinion
thet the appli onxs,orap'peamtobe evoid
of patm e subject matter. Nor ghould he
express dmxbta a8 to the ellowability of allowed
cl%lt:; pﬁr ?:m tgfetth doubt besn re-
solv vor & licant in gran
him the claims allowed. P ting

Anmmbnarejeoﬂmafthsﬁhm“mm
miemmm&forﬂmmﬁmﬁ”‘

Intahngupmamen&edmforac&enthe
Ezaminer should note in every lat;te&aﬂ the

requirements outstan
tmthepdmg on of an Exam-

Every
iner whg?i:lnxs still applicable must be repeated
or referred to, to prevent the implied waiver
of the requirement,

As soon as allowsble subject matter is found,
sorrection of all informalities thenm present
should be reguired.

T707.07(f) Answer Al Material Trav-
erged

Where the requirements are traversed, or
guspension thereof requested, the Emmsr
should make proper mferenw therete in his
action on the amendment.

‘Where the applicant traverses any rejection,
the Exsminer should, if he repeats the rejec-
tion, take note of the &pphmt’s srgument and
answer the substence of it.

If & rejection of record is to be applied to

¢ new or amended claim, specific identifiestion
of thnt groumi of miwmm, 88 by
the pers in the former 2




Innhias 2. % b 4
MMW&“?MM@WM sot in-

humﬂg y:ddﬁm,wmb edvantages (new
If 1t is the Exammers consldered oprmrm

that the asserted sdvanta t sig-
nificance in determining patentablhty of the
rajected claimsy lie should state the reasons. for
bis" position - in «the record,: prefeuh!y in ﬁw

action: ing the -sssertion or argw
relative-to such ad - By so doing tha
Applicant® will know'’ the - asserded ad-

vantages have schually Boen considered by the
Examiner and, lfappedxstaken,theBoudo!
A mll ; W

1959 C.D 159; 789 OG 549 wher%’ﬂm appﬁ-

capt e
produs

noted that since Appmm’ statement of ad-
vantages was not questioned by the Examiner

or. tha Of@. eals, it. ‘Was constrairied
: m e ot 2 ,;-ﬂl and there.

707.07 (g) Pieeemeal Exammum
[R-16]

Piocemeal examination should be aveided

83 much s possible The Examiner ordi-
narily should reject each claim on all valid
grounds svsilable, svoiding, however, -yndue
multxphcatlon of references. (See 904.02.)
Major techm(ia&ik re];ctxons on dgsunds suucixl as
aggregatio of proper losure, ne
breadth, ml:%ous indefiniteness and res judicate
should be applied where appropriate even
though there may be a seemingly sufficient re-
jection on the basis of prior art. Where s msjor
technical rejection is proper, it should be stated

with a full develo of reasons rather than
by a mere concluswn coupled with some stereo-
typed expreagion.

In cases where there exists a sound rejection
on the basis of prior art which discloses the
“heart” of the invention (as distinguished from
prior art which merely meets the terms of the
claims), secondary rejections on minor technical

Bev. 16, Apr. 1068

These situations include the' féu'; E,ﬁl ing:
' bl “?iﬁ"ﬁmﬁ‘m tot ifé.mnai tor

i f“é‘{‘mé fich i by

of clmma for full exmatm, g6 Tﬁ&ﬁ&{l} ;
(8) - Where. there is a misjoinder of inven-
tions and there has been no successful telephone
request for election ; see 803, 506.02, 818.01;
{4)' Where the: dxsclasum 15 divected ‘to
patual motion; note ez parts Payns, 1804 &%
42; 1080 G. 1049,

However, ift such cages, theé ba@ prmr artreadily
available should be ’eited and its pemnancy
pﬁmt&d oyt wxﬁmnt specifie Hy a.ppjymg ﬂ, to

the claims; -

‘On the a:hem hand, 2 re]ee&mn on t.ha grcmnds
of res - fudioata, o prima facie showing for re-
issue, new matter, or inoperativeness  (not
involving - maon) should be ascom-
plished - by reiectivn on other avmiable

grounds, '

707.07(h) Notxfy of Inaeeumcles in
- Amendment -

See 714.28.

707 07(1) Each Claim Te Be Men
Do tmnetlm Em&xiaeuer [R-
16]

Inam!e%aremhslmm@midh&men
mmedbynumber and its treatment or status
given. Sinece & claim retains its nal ng-
memlthmaghmﬁthepmmﬁmotﬁmum,

history th miccessive actions is thus
eamly traceable. ‘aetion should conclude
with & summary of m]ected allovmd and can-
celled claims,

‘Claims retained under Rule 142 and claims
retaived under Rule 148 should be treated as
set, out in 821 to 821.08 and 809.02(e).

Seeu%mkformtmmtotclummthe
application o losing perty in interference.

The Index of Claims should be kept up to
date as set forth in 717.04.




may j his mdxcatmg the possib
bility of an mtamew(_to acceleram early agree:

ntion have
if properk clamedsuchclmnsmtybegim
p ﬁeywwdsm

Ifa.clamuoﬂmmsaallowahhbutmde-
pendentonaemeﬂedclmmoronamywted
claim, .the Office action should state that the
claim would be allowable if rewritten in inde-

pendent form. .
Emr Amowmcn oF Cmms

WhmthoExamnerxssthhatthe
prior art has been fully developed and some of
the claims are clearly allowable, he should not
delay the allowance of such claims. The prac-
tice of some Examiners of never allowing a
claim in the early actions, when the afore-
mentioned conditions exist, is & handicap to
attorneys or ts. Such practice is also a
hardship on the inventor in his attempts to
negotiate for the exploitation of his invention.

707.07(k) Numbering Paragraphs

It is good practice to number the pa phs
of the letter consecutively. This f&cﬁi
their identification in the futuie prosecution of

the casgs.

707.08 Reviewing and Initialing by As-
sistant Examiner

The full surname of the Examiner who pre-
pares the Office action will, in all cases, be typed

707.10 Eutry [R-m}

The«mgmd,smed the suthorized Ex-
memﬂwmpyw wpl&oadmthaﬁle
wra per The character of the ) ltsp&

mdthedat&af ing sre enis
oféntg;% au@de of ﬁla wmppex:
767.11 Baw

The date should not be typed when the
lettermwntten but, should be stamped on all
pies of the Ietter after it has been s?*ned

b the authorized signato Exmnmer
cgpxes are about to ﬁl aﬁ

707.12 Mailing

Inmwlmmnorefemmmmbepro
vided by B.O.C., the copies are mailed by the
Group after the original, initialed by t,he As-
sistant and signed by the authorized signatory
Examiner, has been placed in the file.

In cases where cited references are to be pro-
vided, the original and copies after si are
forwarded by the clerk to Reference Order %e
ter (R.0.C.) for mailing. The file with & copy
of the action is retained in the Group. After the
copies are mailed by R.0.C., the original is re-
turned for plmament in the file

707.13 Returned Office Action

Letters are sometimes returned to the Office
because the Post Office has not been able to de-
liver them. The Examiner should use every
reasonsble means to ascertain the correct ad-
dress and forward the letter again, after
stamping it “remailed” with the date thereof
and redirecting it if there be any reason to
believe that the letter would reach applicant
at such new address. If the Office letter was

Hew. 16, Apr. 18968




plications (mmmmw)mmmmm
tion to the respective exenining divielses huviag the

m@fmmbwmm:muammm '
Applications shall be taken up for examinstion by the

mummmmmmmm
wmmwmmm

(b)wmmmmmw
the Bzaminer, and which' hinve beeni plsced by the ap-
plicant in condition for further action by the Examiner
(mmdedapﬂim@)mnbeukenupfum
in such order as shall be determined by the Compiis
sloner.

5 ontytothst&p-

amended or new,
D hteh has the ghdest afoctive U.S dm’
Except as rare circumstances ms;
Supervigors in granting mdlvzgml exwptxons,

this basic policy applies to all &
Whether?z gcxyvenp g plication ﬁl;ghan eﬂactxve

U.S. filing date than its actual
datemdetmnmdbywhetherthed:mhsmao
& parent case adeguately supports any claim or

Each examinex
plication mlus

Hev. 16, Ape. 1068

: 708.01

o th t!w i
US. ﬁlmg date :jg)o;!g tzlem %m@

Imgpnmty
Lmt 0f Spamai &m [R~16}

mvzcemdthehudotwmémotmw-
mmmtmemimediateacﬂmformntmm,my
be advanced for ezamination.
Ce.tain procedures by the Examiners take
precedence over actions even on special cases.
For example, all papers typed and ready for
signature should be completed and mailed.




ms&ﬁaﬁzdwiﬂhﬁwmbaﬁmlgy ad,
should give such solion forthwith
the case awsit its turn.

(a) A(?)Mom wlm'ein tha m:;:nmm

oftholm mmdwhmforthttmm,

the head of some department of the Govemn-

b) Mm%ws)mkds ‘
( (w&m , M

any in surh:
begomu mvolvad like measure, he
eonmderedspeml Pmtmoﬁmals

$ &ﬁuﬁm for reissues (Eule 1"(6).
remanded by an appellate tribunal

(e) A ca.se, once taken up for action
Examiner tomdfemve filing ta,
should be treated as special by any Examiner,
Art Unit or Group to which it may su
be transferred;

Xemp. situations
new cases 2 sl:{ha resnlt of a tele-

phone election and cases transferred as the re-
sultofatxmelymspomtoanyoﬁomlm

w&) Appﬁuﬁm which appesr to interfere
lications previously consideved
and found to be allowab wwhxehxtisdn—
manded shall be placed in interference with an
m;ﬁredputmt or patents (Rule 201).
(g Cases ready for allowsnce, or ready for
slloweance a8 to formal matters,
(k) Cages sre in condition for finel
rejection.

HBTAHGG €1~ R « 4

f\uuy, entitled “Petitions To Maks Appli-

Asmximm’ﬂi,mnm besd—
mdformminm:moutoﬂuma&mﬁtot

& petition to make special. The categ £
mchswmﬂmmnmdw&w ¢

Mmmam P L ——

o6 the Patent, mwyubznzamw Jan.

Spml
