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901 Prior Art

Batract from Rule 104, (a) On taking up an appli-
cation for examination, the examiner shall make a
thorough study thereof and shall make a thorough
investigation of the ayailable prior art relating to the
aubject matter of the invention sought to be patented.

901.01 Canceled Matter in U. S, Patent
Tiles :

Canceled matter in the application file of a
U. S. patent is not a proper reference, since it is
neither a patent nor a printed publication. See
gesgenden v. Wilson et al., 1931 C. D. 419; 410

. G 815.

901.02 - Abandoned and Forfeited Ap-
plications
Rule 108, Abandoned and forfeited applications not

eited, Abandoned and forfeited applications as such
will not be cited as references.

Where a forfeited or abandoned application
is referred to in an issued U. S. patent the dis-
closure of the application is incorporated by
reference into the disclosure of the patent and
is available to the public. See Rule 14 (b).



901.03

In re Heritage, 1950 C. D. 419; 639 O. G. 638
holds that where a patent refers to and relies
upon the disclosure of a copending abandoned
application, such disclosure is available as a
reference,

It has also been held that where the reference
patent refers to a copending but abandoned ap-
plication which discloses subject matter in com-
mon with the patent, the effective date of the
reference as to the common subject matter is the
filing date of the abandoned application. Ex

arte Clifford, 49 U. 8. P. Q. 152; Ex parte
Beterson, 63 U. S. P. Q. 99; and In re Switzer
et al, 612 O. G. 11. .

901.03 Pending Applications

U. 8. applications which are pending before
the Office are secret and so are not available as
references (Rule 14a) except that claims in one
application may be rejected on the claimed sub-
ject matter of a copending application of the
same inventor (822.01) or assignee (305).

Published abstracts of applications are refer-
ences (901.06 (d)).

901.04 U. 8. Patents

The following different series of U. S. pat-
ents are being, or in the past have been issued.
The date of patenting given on the face of each
copy is the publication date and is the one usu-
ally cited. “The filing date, in most instances
also given on the face of the patent, is ordi-
narily the effective date as a reference.

X-~Series. These are the approximately
10,000 patents issued between 1790 and July 4,
1836. 'They were not originally numbered, but
have been arbitrarily assigned numbers in the
sequence in which they were issued. The num-
ber should not be cited. 'When copies are or-
dered, the patentee’s name and date of issue
suffice for identification. Copies in stock are
arranged alphabetically.

1836 ‘Series. The mechanical, electrical, and
chemical patents issued since 1836 and fre-
quently designated as “utility” patents, are in-
included in this series. A citation-by number
only is iunderstood to refer to this series. Thig
series comprises the bulk of all TU. 8. patents
issued. Some U. 8. patents issued in 1881 bear
two numbers but only the larger number should
be cited.

Beissue Series. Reissued patents (1401)
have been given a separate series of numbers,
preceded by “Re.” In citing the letters must
be given, e. g., Re 1776. The date that it is
effective as a reference is the effective date of
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the original patent application, not the fling
date of the reissue application.

A. 1. Series. From 18388 to 1861, patents cov-
ering an invenfor's improvement on his own
patented device were égiven a separate series of
numbers preceded by “A. L” to indicate Addi-
tional Improvement. In eciting, the letters
must be given, e. g., A. I. 118. Only 275 such

patents were issued.
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Plant Pdtent Series. When the statutes were
amended to provide for patenting certain types
of plants (Chapter 1600} these patents were
given a separate series of numbers. In citing,
the letters “P. P.” must be given, e. g., P. P. 13.

Design Patents. Patents for designs (Chap-
ter 1500) are issued under a separate series of
numbers. In citing, the letter “D” must be
given, e. g., D. 140,000,

901.05 Foreign Patents

For a comprehensive list of the patent pub-
lications officially issued by foreign govern-
ments and detailed instructions for their use
ses “Manual of Foreign Patents” by Belknap
Severance, 161 pages, published 1935 by the
Patent Ofiice Society. ‘

A pamphlet entitled “Guide to the Search
Department of the (Britishé Patent Office Li-
brary,” is published by the British Patent Of-

fice. A copy of this pamphlet is in the Scien-

tific Library. Appendix 1. of this pamphlet
consists of a concordance of British, United
States and German classes. ' :

901.05 (a) Citation Dates

Country "Citation dote
Australia Complete specification ac-
eepted.
Austrife e Ausgegeben.

Belgium . Brevet Octroyé or Oectrool
B, Watasuts Mww’mg\j\‘?&‘? Torgekend, :

Canada

Tssued.
Czechoslovakia Vydano. /
Denmark Udstedt. :

_______________ "

Finland . Julkaistn,

BFrafnee e Délivré, é\

Germany e, Ausgegeben,

Great Britain._________ Complete specification pub-

lished or complete specifica-
tion -accepted.
Hungary e Megielent,

India Complete specification left.

Ireland. . Complete specification ac-
; ) _cepted.

Italyﬁ&&f‘*ﬂ@z&éiﬁd}zz' %cs. or Rilasciato.

Netherlands..__.._% __. Titgegeven.

NOrWay e e Offentliggiort.

P
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Phillipines - oo Patented.

Poland . Undesignated date on top
right of patent.

Sweden .. caowl e e Publicerat or offentliggjord,

Switzerland i Publié or Verdffentlicht or
Puobblicato.

The dates indicated in the table are custom-
arily used in the identification of foreign pat-
ents which are cited as references. 'These dates
are not in all cases the effective dates of the
references, either as printed publications or as
patents and when the dates become critical, it
may be necessary to establish the exact effective
date of the reference,

See 901.05 (b).

201.05 (b) Other Significant Data

Qccasionally, the exact date of foreign pat-
enting becomes material. This is the sealing
date in the case of Australia, Great Britain,
India and Ireland and does not appear on the
printed copies of the patents. If necessary, this
information can be secured from the Scientific
Library.

German allowed applications have been issued
in printed form beginning September 1, 1955.
Those printed from this date up to December
31, 1956, are captioned ‘“Patentanmeldung.”
They should be cited as German printed appli-
cations and identified by the name of the ap-
plicant and serial number of the application;
the date of printing is the date following the
words “Bekanntgemacht am.” The applica-
tions printed after January 1, 1957, are cap-
tioned “Auslegeschrift” and have an additional
number which is larger than 1,000,000; this
new number should be used instead of the origi-
nal serial number. In addition to the above,
data customarily given in citing foreign patents
should be used.

Certain British applications had become void
and hence lack a date of acceptance. Neverthé-
less, they were given a number in the patent
series. 'The date of publication (year only) 1s
given following the statement “Printed for His
Majesty’s Stationery Office,” and this should
be ciﬁeg

British specifications prior to 1916 have printed
in large heavy type at the head of the first page of
the specification & number and year, as 1451 A. D.
1912, 'This, together with the name, as reguired
by the rules, is always the proper citation of the
patent. The year given at the head of the speci-
fication is either the year of filing or the year of
acceptance, but in either case it is the official desig-
nation of the patent. ‘

Rev. 3, Tune 1957 .
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901.06 (a)

The year printed on the drawing is not always the
year for correct designation of the patent. Where
it is not, the correct year is shown by a small supe-
rior number or exponent placed fo the right and
above the serial number of the patent, as-—

1910--No. 489%
1912--No, 194217

In instances of this kind the patent should be cited
as No. 499 of 1911 or No. 19421 of 1913, (Exitract
from Notice of September 30, 1931, Revised.)

Many countries issue patents of addition,
“Zusatz” for example in Austria and Germany,
and they should be identified as addition patents
and both the number of the principal patent and
of the addition patent should be cited.

For citation of the number of pages of draw
ing and specification, see 707.05 (e}).

901.05 (¢) Obtaining Copies

Prints of foreign patents classified in arts in
other divisions can be had by an Examiner if
he thinks the patents would be of frequent use
in his own class (905.01).

901.05 (d) Transiation

A translator in the Scientific Library is avail-
able to assist the Examiner with the specifica-
tions in various languages with which the
Examiner is not familiar. Typed translations
c_andbe had, if necessary, of any material to be
used.

901.06 Non-Patent Publications

All printed publications may be used as refer-
ences, the date to be cited being the publication
date. Recognized abbreviations of names of
periodicals may be used in their citation
(707.05 (e}).

There are some publications kept or circu-
lated in every division and each assistant Ex-
aminer should ascertain which are available in
his division and whether or not any of them
is likely to bear on any class assigned to him.

901.06 (a) Scientific Library

The Scientific Library of the Patent Office
has a large collection of volumes, including sci-
entific and technical books and periodicals,
arranged in accordance with the Ii;ibra,ry of
Congress classification and card indexed as to
author, title and subject matter. Since these
books and periodicals are maintained for the
maximum service to the examination process,
frequently the most recent of them are to be



901.06 (b)

found in the examining divisions concerned.

The Library also has bound volumes of for-
eign patents in numerical order. X

The Examiner should acquaint himself with
this Library sufficiently to know when it is
likzely to afford him assistance in his examina-
tion of an application. The reference staff of
the Library will assist in making use of the
Library’s holdings.

901.06 (b) Requests for Obtaining

Whenever it is necessary to borrow reference ma-
terial from other libraries including the main Com-
merce library, for official use, or to obbain cata-
logues, bulletins or other literature, a letter to this
effect is sent to. the Librarian, Secientific Library.
(Cireular of Oet. 7, 1922, Revised) | U

A PHOTOCOPY SHOULD IMME-
- DIATELY BE ORDERED OF THE
PORTION OF ANY BORROWED BOOK
WHICH IS CITED IN AN OFFICE AC-
TION. SUCHPHOTOCOPY SHOULD BE
PLACED IN AN APPROPRIATE CLASS
AND SUBCILASS AND SUCH CLASS AND
SUBCLASS MUST BE CITED IN THE
OFFICE LETTER. See 7T07.05 for citation
data. : '

As the examiner currently inspects non-patent
Hterature pertinent to the class or classes that he
examines, he should fifl out a form PO-253 for each
item or part thereof that is essential in connection
with search in his arts. The publiestion, the par-
ticular pages desired, each class and subclass in
which he deslres & copy and the other infermation
on the order form should be given and the order
approved by Primary Examiner. .

The order should be sent to the Manuscript and
Lithographic Branch with the publication (where
possible). The copiés made will be sent to the
Classificatlon Group for processing, the publication
(when submitted) being refurned to the Examining
Division. The publication copies will be stamped in
the same manner as officially assigned U. S, patent
coples, and the classification recorded. No change
in classification of coples so stamped should be made
except on approval of an Examiner of Classiflcation.

A reasonable effort should be made to avoid dupli-
cation of disclosures. that are patenied or about to
be patented. (Notice of Cctober 81, 1948,

901.06 (¢} Alien Property Custodian
Publications

Applications vested in the Alien Property Custo-
dian during World War II were published in 1943
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even though they had not become patents,

Care must be taken not to refer to these publica.
tions as patents; they should be designated as A. P. C.
published applications.

An A. F. C. published application may be used by
the examiner as a basis for rejection only as a printed
publication eifective from the date of publication
which is printed on each copy.

The manner of citing one of these publications
is as follows: A. P, C. Application of .. vevmmmmn .
Ser. No, -, Published oo

Before citing any A. P. C. published application,
and before each subsequent actlon, the exsminer
should verify whether the application has become
abandoned or patented. If it has become aban-
doned, the examiner's action should state this fact.
If it has become patented the patent is to be cited.
The patent should be substituted for the printsd
application as the basis for the rejection unless the
date of publication is material.

When any A. P. C. application becomes a patent,
copies of the printed application may be removed
from the files gnd returned to the Classification
Division for disposal if the examiner has no fur-
ther use for them. (Extract from Notice of May 14,
1943,

901.06 (d) Abhstracts of U. S. Appli-

cations

For a period of years, it was possible to have an
abstract of an abandoned application published, con-
taining a brief description of the subject matter and
a figure of the drawing, if any. See 711.08 and
T711.06 (a).

Additional copies of abstracts may be obtained by
& request directed to the Classification Group, iden-
tifying the desired abstract by serial number, and
date of publication, and by giving the class and sub-
class in which the added copy is to be placed. The
forms used in ordering copies of U. 8. patents may
be employed.

The Classifieation Group has a set of abstracts
arranged by serial number for ready reference when
only the serial number is known. (BExtract from
Notice of August 10, 1949.)

901.07 Arrangement of Art in Examin-
ing Divisions

In the examining divisions the U. S. patents
are arranged in shoes bearing ap[go riate la-
bels, each showing fhe class, sub-class, and
usually the lowest and highest numbered patents
E;lt in the respective shoe. The patents should

arranged in numerical order.
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Some U. S. copies are marked “Cross Ref-
erence.” These are patents which are classified
in other classes or subclasses but which have
disclosures pertinent to the subclasses in which
they are placed as cross references. Cross ref-
erence copies may be filed in the shoes along
with the copies of the original patents to sim-
plify the tasks of searching and filing.

Copies of foreign patents are usually kept in
shoes separate from and immediately followin
the U. é) patents and are preferably arrange
numerically without regard to country.

Non-patent publications or photocopies
thereof containing disclosures for particular
subclasses, if numerous, should be filed in shoes

124-1

901.08

following the foreign patents, otherwise at the
bottom of the last shoe of foreign patents.

901.08 Borrowing References

The search files in each examining division
should at all times be complete. 'Where they are
incomplete, the Examiners using such files and
relying upon their completeness may miss vala-
able references. References removed from the
files whether for use in the division or other-
wise should, of course, be promptly returned.

The following is established as the uniform Office
practice in borrowing references (domestic and for-
eign patents and publications):

tev. 3, June 1957
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2. References may be borrowed and charged for a
maximum of two days. In all possible instances, the
references should be returned in less than two days,
preferably in a few hours. It is the responsibility of
the chief of the borrowing division to see that all
borrowed references are returned within the time
indicated.

b. The file clerk of each division shall review the
charges each morning, select all charges over two
days old and collect the corresponding borrowed
references. The file clerk shall report to his chief
for appropriate action any failure to obtain overdue
references and any instances where it is necessary
repeatedly o collect overdue references.

¢. In the case of domestic patents, when it appears
that they will be needed for more than two days, par-
ticularly where future use is indicated, soft coples
should be ordered, but the references may be bor-
rowed for immediate use, if this will facilitate an
action, The Patent Copy Sales Branch should give
prompt service on Examiner's orders for soft copies.
(Extract from Notice of Aprii 6, 1548.)

901.09 Missing Copies—Replacement

When the original copy of a reference is miss-
ing from the Examiner’s files, a soft copy should
be substituted at once and marked—*Keep until
original is found.” When it definitely appears
that the original is lost, the Classification Group
should be notified and reguested to supply a
mounted copy. When received, this is substi-
tuted for the soft copy. If the original copy is
subsequently found, the substitute copy should
be removed from the file and discarded.

902 Official Puablications and Indices
of U. 8. Patents

902,01 Manual of (lassification

The Manual of Classification is published in
loose-leaf form, and supplementary sheets con-
taining changes are issued from time to time to
replace the original sheets.

All manual chapges are effected by a series

of Classification Orders each of which is cur-
rently published in the Official Gazette to the
extent necessary to keep the manuals up to date.
As these changes are published, each Examiner
should enter them in his manual, so that his
manual will at all times be complete and up-to-
date. As supplementary sheets are issued, the
old sheets should be removed, and the new
sheets substituted therefor.

There are over 300 classes of utility inven-
tions each having a title descriptive of its sub-
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902.02

ject matter and being identified by one of a
series of class numbers (some numbers of the
series are blank and not presently assigned to
any class). Each class i1s subdivided into a
number of subelasses with each subclass bear-
ing a title descriptive of its subject matter and
being identified by a subclass number which in
many instances will include decimal fractions.
A complete identification of a subclass requires
both the class and subelass numbers, the class
number a pearing first and the subclass num-
ber second, e. g., “103-161" identifies Class 108,
Subclass 161. )

The Manual of Classification has the follow-
ing parts:

A Brief Statement on the Use of the Manual.

Classes Arranged by Related Subjects. 'Tab-
ulation of classes, in which the classes are ar-
ranged in five major subject groups, with the
classes listed under each group by relationship
of subject matter. This tabulation is for the
purpose of assisting the user in finding the main
class pertinent to his search,

Classes Arranged by Ewamining Division.

Classes Listed Alphabetically by title,

Olasses Listed Numerically with titles.

Subclass  Schedules. Complete subclass
schedules for each class, the utility classes ap-
pearing  first in numerical sequence of class
numbers, and then the design classes in numeri-
cal sequence of design class numbers. Design
class alphabetical sequence by class names cor-
responds to numerical sequence. This is not
true of the utility classes.

Alphabetical Indew. Words and plhrases
(frequently called titles) identifying various
characters of patentable subjects arranged in
alphabetical order, with the citation of a class
or both class and subclass in which subject mat-
ter identified by the title will be found.

202.02 Definitions

All of the utility classes (i e., classes devoted
to technology) except a few unrevised classes
have definitions. None of the design classes
has definitions.

. Such definitions state the subject matter that
is found in each defined class and subclass much
more explicitly than it is possible to state m
short clags and subclags titles. _

Each examinihg division has a get of defini-
tions and there are several sets in the Public
Search - Room. Additional or replacement
sheets incorporating all changes and additions
are issued from time to time and should be
promptly added to each set of definitions.



902.02 (a)
902.02 (a) Search Notes

The definitions have search notes ag a part
thereof; namely, notes %iving information as to
where subject matter related
found (such notes appearing after the class
definition), and also notes as to where subject
matter pertinent to the subeclass will be found
(appearing after the subeclags definition).
These notes are intended to indieate both the
relationship and the difference between the
separately-classified subjects.

Such seasrch notes are not exhaustive and
should be regarded as suggestive of additional
fields of search, but not as limiting the search.

902.02 (b) Search Cards

In one shoe of each defined subeclass in both
the examining division and the Public Search
Room is a “Search Card” having the definition
of the subclass and the search notes if any.

9202.03 U. S. Patent (lassification In-
dices

The following indices of U. S. patents are
available and may be used to obtain classifica-
tion data of U. 8. patents:

982.03 (a) Numerieal

A numerical index of domestic patents giv-
ing their present original classification is in
card files in the Public Search Room and in
ledger books in the Service Branch of the
Classification Group. :

A numerically arranged punched eard index
of both origina{ and officially cross-reférenced
domestic patents is on file in the Machine Tabu-
lating Branch of the Administrative Services
Division.

In each of the above, there is a separate index
for each series, X, 1836, AT, Re, PP and D.

902.03 (b) Blue Slips

The “blue” issue or classification slips (Form
PO-270), starting with patent number 1,987,000,
RE. 19,298, D 126,796, P. P. 1, and for all sub-
sequently issued patents, and containing the
original classification and cross-references or-
dered at time of issue are on file in the Service
Branch, Classification Group.

202.03 (¢) Subclass Lists

~ Cards representing all U. 8. patents, ar-
ranged by class and subclass, are available in
punched card form in the Machine Tabulating
Branch of the Administrative Services Divi-
sion. -
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Tabulated lists for each subelass can be ob-
tained, one list for originals and one list for
cross-reference and pubfished abstracts of 1. S.
applications, '

902.03 (d) Count

In the Service Branch, Classification Group,
is maintained a subclass “count,” %iving the
number of U. 8. patents originally classified in
each class and subelass, and a corresponding
“count™ for cross-referenced U. 8. patents.

902.04 Classification Orders and Bul-
Tetins

Classification Orders are issued from time to
time giving all changes in the classification that
have been made officially, includinig every
change to be made in the Manual of Classifica-
tion or in the definition books,

Photolithographed copies are distributed to
all examining divisions for immediate use.

Each order, except for those portions per-
taining to the amendment of existing defini-
tions, is subsequently printed in the Official
Gazette.

These orders are from time to time collected
and issued as a Classification Bulletin. As class
schedules and definitions are extensively
amended to take care of developments subse-
quent to original classification, they are repub-
lished in amended form in Classification
Bulletins,

303 Classification

903.61 Statutory Autherity

The statutory authority for establishing and
maintaining a classification is given in the fol-
fowing statute, which states:

35 U, 8. 0. 9. Classification of patents, The Com-
missioner may revise and maintain the classiflcation
by subject matter of United States letters patent, and
such other patents and printed publications as may
be necessary or practicable, for the purpose of deter-
mining with readiness and accuracy the novelty of
inventions for which applications for patent are filed.
(Act June 10, 1808, ¢h, 430, sec. 1, 30 Stat. 440)

903.02 Basis and Principles of Classi-
fication

The basis of classifieation used in the U. S.

Patent Office, the principles followed, and the
reasons why such principles were adopted are
set forth in two pamphlets:

Classification of Patents, 2nd revision
History of Classification
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