INDEX

A4 size paper — Acknowledgment of protest

Sec. No.
A

Sec. No.
Petition to revive... 711.03(c), 711.04(c), 1002.02(b),

A4 size paper (See also: Paper size) . 608.01, 608.02, 1002.02(f), -1002.02(p)
1825 Petition to withdraw holding of examiner’s statement.....
A.l. series of patents (See also: _Patent) ............ 901.04 711.03(c).. 711.03(d)
Abandoned application (See also: _ Abandonment) Prior application...........cccccoeeviie e 201.06(c)
Accessibility to public.............ccoccocvevn... 103, 711.04 Provisional application.................. 201.04, 211.01(a)
Counting, when processed................cco....... 711.04(a) PUIING. ..o 711.04(a)
DEFINItION. ...vovvoeeee e 203.05 Reconsideration................c...o....... 711.03, 711.03(c)
Failure to provide timely notice of foreign filing when Failure to respond.........ccccceevvieeniecennnen. 711.03(b)
nonpublication requested...........cccceeieiiiiiienenn. 1124 Insufficiency of response..........c..ccoccuueee.. 711.03(a)
Fee on petition to revive..........cccccveeeieeeeee 711.03(c) Reissue
Issue fee, failure to pay.......cccoceveeveeeiiieeenns 711.03(c) Return of surrendered patent............c.ccceenn.e. 1416
Ordering.....ccocceveeeeeeenieee e 711.04(b), 905.03 Revival.......cccooovveieeiiee e, 711.03, 711.03(c)
Papers received, handling............ccccccovveeinnenn. 508.02 Shortened statutory period expired............. 710.02(d),
Provisional application.................. 201.04, 211.01(a) 711.04(a)
Reference USe..........oomnwon.. 001.02. 2127. 2136.02 Special SituationsS..........cocceeevieieiiieeeniiieenne 711.02(b)
Referred to in issued patent..............ccoovevevevreenn.. 103 Termination of proceedings...... 211.01(a), 211.01(b),
REVIVAL.ooooooee e 711.03(c). 1893.02  [11.02()
Provisional application....................ccoo.... 711.03(c) Undelivered action..........cccoceeeiiieeeiiiee e 707.13
] (0] -V [ TSP OPRPRRPI 711.04(b) Unintentional (See also: Petition) .... 711.03(c). 1124
When 0pen to the PUBIC..........ovvve.rereeveeeresreeeeee 103 Withdrawal of holding..........cccccoociiinninnen. 711.03(c)
Abandoned file (See also: _Abandoned application) Abbreviation, periodical citation...................... 707.05(e)
Abandonment) Abbreviature and abstract publication................. 711.06
Abandoned files repository.......... 711.04(b), 901.01(a) Citation.......cocovieereee e 711.06(a)
Abandonment (See also: Abandoned application) ......... Abstract for defensive publication....................... 711.06
711 Abstract of international application...................... 1826
After allowance..........ocveveeriiiiiieiec e 711.05 Abstract of the disclosure............... 608.01(b). _1302.04
After payment of issue fee........ccccoveiiiinnnen. 711.01 Abstract publication............cccceveeeiiiie e 711.06
Amendment late...........cccovviiiieenenn 711.02, 714.17 Accelerated examination.............cccccceveierienieenns 708.02
Appeal dismissal..........cccoiiiieiiiniiiieee e 1215.04 Access (See also: _Inspection) _Power of attorney)
Appeal withdrawal....................... Attorney not of record............ccccveeeiiiinennnnn. 402, 405
Change of address Authority to grant access to an application 104
Counted as a disposal Authorized by DireCtor...........occueieeeiiiiiieee e, 104
Date Of...cooiiieeiieeee 711.04(a) Continued Prosecution Application (CPA)............. 103
Destroys continuity........................ 211.01, 211.01(b) Ex parte reexamination file.............ccccooeeeiinennne 2232
EXPreSS...ciii ittt 711, 711.01 Excluded attorney or agent..........coccceeeeeeiniieeeenn. 105
Continued prosecution application (CPA).................. Image file wrapper application
201.06(d) International application..............ccocevevveveeieieencns 110
Issue fee paid..........ccooceiinn. 711.01, 711.05 Pending application.. 101, 103, 104, 106, 724.04,
Failure to file property rights statement................. 150 724.04(a), 1128, 1132
Failure to pay issue fee.........ccoovvrnieeenininenns 711.03(c) PEION. ...eeiei e 103
Failure to prosecute.........ccccceveeeiiiieeee e, 711.02 Protested application..................... 1901.05, 1901.07
Failure to provide timely notice of foreign filing after Provisional application.............ccccceeeeininneen. 2103, 104
non-publication request...........cccceevriiieeieeriinenn. 1124 Published application......... 103, 1128. 1130, 1132
Formal.......ccoooviiiii e, 711, 711.01 Reissue application................ 1430
Incomplete reply.........oocviiiiine, 711.03(a) Supplemental examination..................c.......... 2803.02
NO TEPIY .o 711, 711.02 Suspended attorney or agent 103
Notification of............cccociiiiiinnn 711.02, 711.04(c) Unpublished, Abandoned, and pending applications.....
Of appeal.....ccceviiiiiiiiiii e 1210 105
Of INVeNLION......ooiiiiiie i 2134, 2138.03 Accounts, Deposit (See also: Deposit _account)
Papers received after...........ccccovveeiiieeiiinene 508.02 Acknowledgment of protest..........cccccceeviveennnen. 1901.05
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Act — Affidavit of attribution or prior disclosure to overcome a 35 U.S.C. 1...

Sec. No.
Act (See also: Statutes)
Action (See also: Letter, Examiner’s)
Advisory action............ 706.07(f), 714.13, 717.01(f)
After another examiner’'s action........................ 706.04
After Board decision... 1214.01, 1214.03to 1214.07
After Board decision reversing examiner........ 1214.04
After Board decision sustaining examiner...... 1214.06
After interferencCe..........covveiei i 2308

Amendment after final rejection..... 706.07(f), 714.12,
714.13

Citation of references...........cccccocue... 707.05, 710.06
Claim SUMMAry......ccccoooeeiiiieeniee e 707.07(i)
Claims in excess of number of claims previously paid
0T e 714.10
Completeness.......ccocvevvieeeiiiieenne 707.07, 707.07(a)
Copy to applicant...........ccceevueeerieieniiee e 707.12

Copies of references 707.05(a)

Correctness, resetting or restarting period for reply......
710.06

COUNLEA. ..ot 1705
Crosses amendment............occueeeeeeniiiieeeeeneens 714.05
DaALB....uviii ettt 707.11
Domestic benefit determination........... 210to 211.05
EXaMINEI'S.....ueiiieiiiiiiee e 707
Final rejection............... 706.07 to _706.07(f), 713.09
In reissue applications..............c....o.. 1444, 1453
Foreign priority determination......... 210, 213to 217
Formal matter........ 707.07(a), _707.07(e), 707.07()).
714.02
FOrMS USEQ.....civiiiiiiiiiiiie e 707
Incorrect citation of references.............ccccco...... 710.06
Informal application.............ccccovvveiniieeniniene. 702.01
MailiNG....vvveiieiiiie s 707.12
Original in image file wrapper...........cccccceeeiine 707.12
Patentability report..........c.coceeevveenne 705to _705.01(f)
Piecemeal examination...............cccceveveeennnee. 707.07(q)

Primary examiner’s personal attention.. 707.01, 1004
Priority determination, foreign........ 210, 213to 217

Address, Change of correspondence............. 6081?83'\'(&1 o)',
601.03(b). 711.03(c)
After Allowance...........cooocvveiiiiiiiiiieeennins 2501, 2542
Address, Correspondence (See also: Mail Stop) ... 403,
403.01(a), 403.01(b) 2542
AdAress, FEE......coiiiiiiiiiiieee e 2540
Address of applicant..........ccocccceeviieeiiieeneee e 605.01
Address of U.S. Patent and Trademark Office......... 501,
502
Address of patent owner...........c.cccceevveeene 2222, 2805
Address of unavailable inventor .... 409.03(e)
Administration, Letters of.......cccooovvveeiviivnennes 409.01(b)
Administrative instructions, PCT........cccceeeeeeeeeiiiiiinnnnn. Al
Administrative Patent Judges (See also: Patent Trial and
Appeal Board (PTAB))
Administrator or eXeCULOr..........ccuvvereeriiiiieeeeees 409.01
Allowance and iSSUE..........ccccevviviinieeennnennn 409.01(b)
Application by, After discharge.................... 409.01(b)
Assigned application, Inventor dies.............. 409.01(b)
AULNOTILY. .o 409.01(b)
Consular certificate 409.01(b)
Foreign Country........c.coeeeiiiiiieie e 409.01(b)
Heir .o 409.01, 409.01(a), 409.01(b)
Prosecution by..........c..c.cv.... 409.01(a), 409.01(b)
Intervention not required............cccoeecveeeennn. 409.01(b)
Refuses to sign.......... 409.03, 409.03(b), 409.03(c)
Admissions by applicant...... 2121.02, 2129, 2133.03,
2133.03(c), 2145 2152.03
JEPSON ClaiM...coiieiiiiiiee e 2129
Admissions in reexamination
EXParte .......ccoooeviiiiiiiiiieee e, 2217, 2258
Advantages over prior art.........ccccceeeecveeeeenenns 707.07(f)
Adverse recommendation under 37 CFR 1.312...............
714.16(d). 714.16(e). 714.19
AdVisory action...........cccceeeveeieeennenne, 706.07(f). 714.13
Affidavit (See also: Oath) Declaration)

Affidavit, disqualifying commonly owned patent or patent
application publication as prior art to overcome a pre-AlA
35 U.S.C. 102 or 103 rejection (37 CFR 1.131)........ 718

Reply time computation.... 710.01(a). 710.05 Affidavit of attribution or prior disclosure to overcome a
Restriction requirement.............ccccoovveieiiieniiinnns _800 35 U.S.C. 102 or 103 rejection (37 CFR 1.130..... 717.01
REtUMNE.....uveeiiieiieeee e 707.13 to 717.01(f), 2155
Shortened statutory period........... 710.02, 710.02(b) Enablement........cccooovvevieiiee e 2155.04
SPE’s personal attention..............ccceeeeeveeenennen. 707.02 Evaluation of.. 717.01(a)(1). 717.01(b)(1)., 717.01(e)
Supplemental..........ccococeeeeiiiienee. 710.06, 714.05 Formal requirements...........ccccoecvvveeeeeinvnnnn. 717.01(c)
Suspension of (See also: _Suspension) ................ 709 Showing Disclosure was made by inventor.. 717.01(a).
Suspension of, primary examiner’s attention....... 1004 2155.01
Suspension of, second or subsequent....... 1002.02(c) Showing Prior disclosure was subject matter by
Suspension of, TC Director's attention................ 1003 inventor........... 717.01(b), 2154.02 et seq., 2155.02
Third, SPE IeVIEWS...veeeeeeeeeeeeeeeeeeeeeeree. 707.02 Showing disclosure was subject matter obtained from
TIME Mt 71002, 710.02(c) ~ MVEMMOT- e 717.01(b)}2). 213503
Timely presentation...........ccccoeeieeieniiniinnenen. 717.01(f)
When available...........cccccoceeiinnns 717.01, 2155.06
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Affidavit of attribution or prior disclosure to overcome a 35 U.S.C. 1... — After final practice

Sec. No. Sec. No
When not required...............coociiniinnn 717.01 Reference attributed to applicant................. 716.10
When unavailable........................... 717.01. 2155.06 Attribution, of reference to applicant................. 716.10
Who may file.........c.cooonnninnnns 717.01(c), 2155.05 Commercial success, evidence...........ocov..... 716.03

Affidavit of prior invention to overcome a pre-AIA 35 U.S.C. Commensurate in scope with claimed invention.......

102 or 103 rejection (37 CFR 1.131(a)).. 715, 2132.01 716.03(a)

2136.05 i 2136.05(a 2136.05(b Derived from claimed invention................ 716.03(b)
Acts relied upon, NAFTAIWTO/USS............. 715.07(c Design applications................. 716.03(b). 1504.03
2121.02 . ) -2139.02 Sales figuresS.....ccovvvevivecieecie e 716.03(b)
Best mode, failure to disclose...........ccccoevvennee. 715.10 Commonly owned patent 718 804.03
Co-authorshlp ........................................ e 715.01(c) Commonly owned patent application publication... 718
Common assignee, reference and application.............. 804.03
(731?1.101rbdt Rule 1.132 affidavit 71757;? Comparison with closest prior art................. 716.02(e)
Cgmpsatei}on c;f i:vint.ion ARV oo ? Computer programming Cases..........c...e.... 2164.06(c)

P T R Continuing application............... 201.06(c), 201.06(d)
Conception (See also: Conception) Copying, evidence 716.06. 1504.03
Continuing application............... 201.06(c), 201.06(d) Disclosu,re sufficie.r.l.(.:.)./ ..................... L 716.09
gzz:izt:‘(r)?moprlﬁgl?cpplIcatlons """"""""""" 4(4201'03105 Disclosure, utility and operability...................... 716.08

o PUDIC. socov s N Enablement rejections...........ccocceeeiiiiiieeeeenns 2164.05
Derivation.........cooocuiiiiiiiiiiiiiieec e 715.07(c Evidence
Diligence (See also: Diligence) Consideration of
Effective filing date...........c.cooeveveereeeeecee e 715 Publications..................._____
Exhibit, DISPOSItION...........ccccoveveveereererereene, 715.07(d) Nexus requirem.e.z.r.l.t """"""""""""""""""""""""""
Formal requirements..........ccccceeeveiiveeeee s, 715.04 Obiective
Facts and documentary evidence ... 715.07 ) Comparedtooplnlonewdence """"" 716.01(c
Ge::;e;y s:essented """"""""""""""""""""""""" 7;1282 Probative value............cccocevrieniennnnnns 716.01(c)
. P o m—— — Weighing against prima facie case... 716.01(d),
Generic ClaiM..........ooeiiiiiie e 715.02 716.05
Interference testimony USed........................ 115.07(b) TIMeliNeSS....cooviiiiiiiie e 716.01
Overcome patent or publication............................ 115 Indefiniteness rejection............ccceevvee.n.. 2173.05(b)
Petition regarding sufficiency..................... 1002.02(c) Long-felt need 716.04
Prior.pul?)lic USE/SAE....covoi £15.10 Means/Step plus fuNCtion..............cocovveeeeeennns. 2184
Priority time charts..........c.ccocveviiiiiiiieec s 2138.01 Petition regarding SUffiCIENCY...........c.......... 1002.02(c)
Proper USe Of.......occuuiiiiiiiiie e 715 REeXamination, €X Parte .............oow.coorvverrrveens. 2258
Reduction to practice (See also: Reduction to practice) Reference attributed to applicant...................... 716.10
Reexamination,, X Parte ..., 2258 SUFFICIENCY OF...eeeeeeeeeeeeeeeeeeeeeeeeeeeae 716.09
Reference date to be overcome............ccccceeernnnne 715 Synergism 716.02(a)
Reference is SkepticiSm Of EXPErtS..........cvvveeereereeeennn 716.05
Common assignee.......... 715.01(b). 717.02, 718 TIMEINESS. ..o 716.01
Joint patent or published application to applicant and Unexpected results, allegations 716.02
Iir;(t)é:frorappllcatlonpubllcatloncIalmg(ﬁ)lz;S::mae Unexpected results, evidence..........c........... 716.02(a)
IVENTON. oo 715.05, 2138.01 Advantages not disclosed or inherent....... 716.02
Publication of applicant’s own invention.... 715.01(c) Burden on apphc;ant """""" 71_6'02 b
SUFCIENCY OF . eeeeeeeeeee e 715.08, 2136.05 ?fé“(;gegsurate in scope with claimed invention.......
When used.........c.cc....... 715, 2132.01, 2133.02(a), ﬁer{us or species 716.02(d
2136.05(a) 2146.03 PECIES. ovversvresess .02(d)
Who may make affidavit.................. 715.04. 2121.01 Rar?ge', cIa|n_1ed ........................................ 716.02(d)
Withdrawn rejection............ccocciieiiiiiiiene e, 715 WeIghing evidence Of.............oooowwrrsssien. -116.02(c)

Affidavits, traversing rejections (37 CFR 1.132)...... 716 Affidavits Sme'tted with prior art under 35 U.S.C. 301 in

2136.05 2137 patented fileS.........covviiiii e 2205
Attorney arguments..........ccoeevvvvvvivinennneniennns 716.01(c) ig'rmf"_’min (?ee also: Oath) Dec;lg;ag;n)

Inoperability of references................ 716.07, 2145 EF TINAL PIACUCE.covvree e 106.07()
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After final practice — Allowance and issue

Sec. No. Sec. No.
In transitional application................ccccceeeennes 706.07(q) Formal matters, examiner’s amendment and changes...
In ex parte reexamination...............c...cco.oceueeen... 2272 714.16 1302.04
Agent (See also: _Attorney or agent) Power of attorney) Formal matters, specification rewritten........... 1302.02
Agent for international application......... 1807. 1864.04 General reVIEW..........coeveeriieiiesie e 1302.01
AGGIEYALON. ..., 2173.05(k) INterference. ... 2303.01
Agriculture, Department of, Plant patents... 1608, 1609 Interference search................... 1302.08, 2304.01(a)
Agricultural Research Service.................... 1608, 1609 International classification................ccocevviiininenn, 906
Algorithms... 2106, 2106.04, 2106.04(a)(2). 2161.01, Intervention by executor............c.ccc.cu... ... 409.01(b)
2164.06(c) 2181 Issue classification notations...............cc..c.... 1302.10
Alien Property Custodian (A.P.C.) publications (See also: Issue to appliCant..........cccveviieeeiiieeiiiie e 308
Citation of prior art) .........cccecvveevieeeinieneniiieenns 901.06(c) Issue to a non-applicant assignee..............c......... 307
Allowance and issue (See also: Allowed application) ..... Jurisdiction of application................cccoccocveeeeenn... 1305
1300 Listing of references..........ccccoveriiinnnn. ... 1302.12
ADaNdoONMENt After. ..o 711.05 Locarno classification designations...................... 907
Amendment, EXaminer's..........cccceeeeeeeeeeeeeeenns 1302.04 Non-compliant amendment, treatment of............ 714,
Amendment, Examiner’s, Rule 1.312.................. 1305 1302.04
Amendment after (See also: _ Amendment: After Nonelected claims canceled by examiners
allowance) AMENAMENt.......cvivrriieieieeeseeeeas 821.01, 821.02
Amendment after allowance of all claims........ 714.14 Nonelected claims eligible for rejoinder............. 821 to
1303.01 821.02
Amendment after D-10 notice..............cocccviin 130 Notice of AllOWability...............coccoorereereeeenn. 1302.03
Amendment at time of.........cccccoiiiiiiiiis 714.15 Notice of allowance (See also: Form letters and forms:
Amendment crossing in mail..............ccceevenene 714.15 Notice of allowance)
Cancellation of claims after appeal................ 1214.05 Patentability report, print disposal................ 608.02(n)
1214.06 1215.03 Plant application............cooveeeeeveieeeeeeeeeeeees 1611
Cancellation of nonelected claim by examiner's PrNtEr RUSN....c..ovieicicrcsece e 1309.02
AMENAMENL....oooooe 821.01. 821.02 PIO S wooveoeeoceeeeresseseeeeseeeneenees e 707.07(j)
Citation of prior art........c.ccccevvveeiiiicniee e, 1302.12 Protest againSt ISSUE.........vvvveeroeeereseeeeesereeeenns 1901
Claim for Official Gazette ...........ccocvevvennrnn. 1302.09 Reasons for allowance (See also: _Reasons for
Claim renumbering... 608.01(j), 1302.01, 1302.04(q) allowance)
Claim renumbering, dependent claim......... 608.01(n). Reference liSting............ccoevevuevevereereerseennns 1302.12
1302.01 Reissue application...........ccccceeeeiiiieeeeeniiieeeee 1455
Classification of design/plant application.......... 903.07 Rejection after allowance.. 706.04, 706.05, 1308.01
Classification of utility application..................... 905.03 Rejoinder of claims...................... 821.04. 1302.04(h)
Classification change after allowance.............. 903.07 Related applications, file wrapper/history notations......
Cooperative Patent Classification Notation...... 905.01 202 1302.09
Copending application Reopening ProsSecUtion..............c.ceevevveueuenans 1308.01
File wrapper/history notations.......... 202, 1302.09 Review by eXaminer............cccocoveveviviveeennnns 1302.01
Parent application data.........c.c.coovrennn. 1302.04 Rewritten specification requirement............... 1302.02
Correction of error after notice of allowance..... 714.16 Secret application...........c.ccceveeeeennnn. 130, 1304.01
Correction of formal matters, shortened statutory period Signing file Wrapper........cccovovvveveveeeeeeeeeenn. 1302.13
(0] SRRSO 710.02(b) SPECIAl. v 708.01. 710.02(b). 1301
Cross-reference in USPC.........ccccocveveennenne 903.07(a) Specification, clean copy required.................. 1302.02
D-10 NOUCE....covooieiioeie 130 Statement of INVENtIoN............c..cooeveererreenenn. 1302.01
Deceased inventor, notice of allowance......... -1303.03 Supplemental oath after................cccccovevveennne. 603.01
Drawing correction..... 608.02(z), 1302.04, 1303.01 Terminology correspondence of specification and
Examiner's amendment (See also: __Examiner's ClAIMS..ciii e 1302.01
amendment) Title Of INVENtON.........c..oveeveeeeeceeeeeeeeeeeeeen. 1302.01
Extension of TimMe........................ 1302.04. 706.07(f) Title change by examiner.............occceeeeeniinnenn. 606.01
File wrapper nOtation. ... 1302.09 Title search, continuing application................... 306
Final reVIeW..........coooiiiiiiii e 1302 Transfer. 909.01. 909.02
FOrmal MAtters..........cooovwennsevenneenns 714.16. 1302.01 Undelivered notice of allowance..................... 1303.02
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Allowance and issue — Amendment

Sec. No.

Withdrawal from issue (See also: Withdrawal from issue)
Withholding from issue, secrecy order application........

130, 1304.01
Allowance, Reasons for (See also: _ Reasons for
allowance)

Allowed application (See also: _Allowance and issue)
DefiNitioN. ... 203.04
Express abandonment of...........cccccooeeeiinnennne 711.01
File wrapper data..........cccceveeeiiiiniiieeniieens 1302.09
REJECHION. ..cci i 1308.01

Allowed claim, rejection..........ccccceeeeviciviereesiieneen. 706.04
By Patent Trial and Appeal Board................... 1213.02

Alpha subClass.........ccooiiiiiiiii e
Alteration of application..........cccccccvviieiiieiiniieene.
After execution prohibited

Sec. No.
At allowance.............cooeeeciiiiiiie e 714.15
Attorney not of record..... 402, 405, 408, 714.01(c)
Basis in disclosure.... 608, 2163.03, 2163.07, 2166

Before first action...................... 608.04(b), 714.01(e)
Board rejection avoided............occvveeeeeiinnnen. 1214.01
By replacement paragraph or section 714
By substitute specification............ccccoeevveerieeennnnenn. 714
Canceled matter restored................... 608.01(s), 714
Canceling all claims....... 706.07(h), 711.01, 714.19
Canceling appealed claims......... 1215.01to 1215.03

Claim added, terminology basis.. 608.01(0), 2163.03,
2163.07

Claim numbering..... 608.01(j), _1302.01, 1302.04(g)
Claims
Added in excess of number of claims previously paid

Before execution of oath or declaration....... 601.01(a) fOr e 607, 714.10, 714.16(c)
602, 714.21 Clean version...................... 714, 714.13, 714.16
Alternative phrase in claim (See also: _Indefinite claim) Marked-up VErSioN.........c.ccevieeviieeeiieeeniiee s 714
""""""""""" 2117, 2173.01, 2173.05(h). 2173.05() Status ldentifiers........cccccccvevcceeiiceeenie e, 114
Amended application..........cocccceevieeeiiiennneeee, 203.03 Complete reply required.................... 714.02. 714.04
Amended application, inspection for transfer... 909.01(c) Consolidating pending claims... 714, 714.13, 714.16
Amendment (See also: Reply) ..ccccceevvviiviereeiiiiiennn. 714 Copying patent claim (See also: _Claim presented
Accidental entry.........ccccovveeiiiieeiiiie e 714.21 corresponding to claim of patent)
Adding excess claims.............. 714.10 Crossing mailing of allowance.......................... 714.15
After abandonment..............c.coooeeee. 71417 D-10 Notice Preceding.........occceveeevveeeeeeressnene. 130
After all claims allowed............ccccoooviirieeinnenn. 714.14 Date of receipt.........c........... 505, 710.01(a). 714.18
After allowance Date of receipt stamp
APProval.......cccevereeeneneniennns 714.16, 1002.02(d) Office date.........ovouv...... 505, 710.01(a), 714.18
Canceling Claim...........cccoociiiis 714.16 DECIArALION. ... 602
Entry in part.......ooii 714.16(e) Defective, directions for entry...........cccoeeov.n... 714.20
Examiner’s action... 714.16, 714.16(d), 714.16(e) Discharged attorney or agent.............ccccveeeeenns 714.19
Excess claims fees......................... 607, 714.16(c) Disapproval of preliminary amendment....... 714.01(e).
Formal matters...........cccceeeennens 714.16, 714.16(d) 1002.02(d)
Handling.......oocovveiieeei e 714.16(d) Disapproval of second or subsequent reply.. 714.03(a)
Mailed before allowance............ccccccoeveerunnnne 714.15 Discourteous................ 714.19, 714.25, 1002.02(b)
Motion under Rule 41.208(c)(2)............... 714.16(b) Drawing.........ccccveeeennn. 608.02(p), 1302.05, 1303.01
Patentability pointed out............ccccovcvevernnnn. 714.16 In reissue application.... 1413, 1453
Reason for adverse action........ 714.16, 714.16(d) Drawing, diSpOSItion...........ccoceeeeiiieeeiieeennne 608.02(x)
Renumbering claims..........ccoccoeeeiiiinnnen. 714.16(e) Drawing, new matter..................... 608.04(a), 714.19
Secrecy order application................. 130, 1304.01 Easily erasable paper.........cccccoevviiiniiieninenn, 714.07
After examiner's anSWer..........cccccceevvvveeeeesivvenen. 1210 Entered in part.......ccccceeeeiiiiieei e 714.20
After appeal, before examiner’s answer..... 714, 1206 Entered in part, after allowance, 37 CFR 1.312............
After Board decision................. 1002.02(d), 1214.01, 714.16(e)
1214.06 1214.07 BN i
After death of attorney or agent..............ccccvveeeennns 406 Entry denied..............ccu.
After final rejection.......... 706.07(f), 714.12, 714.13 Appeal Case........cccoovveveerneeiieeninnn

Examiner determines compliance with 1.121............
714.18

Non-compliant amendment, treatment of.......... 714
After final rejection, entered in part.................. 714.20
Applicants must SigN.........ccocvveeiiieeniieeenee 714.01(a)
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Drawing correction.........
Drawing new matter

Paper NUMDbET ...
Period for reply expired...........ccccveveeeiiinnnn. 714.17
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Amendment — America Invents Act (AIA)

Sec. No. Sec. No.
Preliminary amendment...............co......... 714.01(e) Office date stamp............ 505, 706.07(f). 710.02(e).
Second (or subsequent) supplemental reply............. 710.06, 714.16(d). 714.18, 724.04
714.03(a) Paper NUMDEer..........cooii e 714.18
Substitute specification unnecessary.......... 714.19 Patentability pointed out.................. 714.02, 714.04
714.20 Period for reply ends Sunday or holiday..... 505, 513,
Unduly interferes with preparation of Office action..... 710.01(a). r10.05
714.03(a) Permanent ink required...........ccccceeeiiiineeeenne 714.07
Entry direCtionS.........cooviiviiiieieniec e 714 Petition NON-entry.........cccocvevevivveiiieeenneenns 1002.02(c)
DEfECHVE....cciuiieiiiiee et 714 Plant application............ccccoveiiiiiereiiie e 1610
Entry inadvertent..........cccccoeiiiiiiie e 714.21 Post Office address, Applicant..................... 602.08(a)
Entry in ex parte reexamination..............c.ccc....... 2234 Preliminary.......cccccceeeiviiiieeee e, 506, 714.01(e)
Examiner's (See also: __Examiner's amendment) Canceling all claims.................. 601.01(e), 711.01
Excess claims added........... 607, 714.10, 714.16(c) Denial of entry........coccevviiiniiicieec s 714.01(e)
Facsimile.......cooovviiiiieeeeee e, 502.01 Excess claims......ccooeevveiiviiiiiiiineennnnn. 506, 714.10
Fees, additional...........cccccooveviviiiiniiiniineenn 710.02(c) Filed with application 714.01(e)
File wrapper endorsement............ccccceeeeennineen. 714.21 Manner of making..........cccccoeevieieneinnnnne. 714.01(e)
Filed with application............cccoccvvevneeennnenn. 601.01(a) New matter added.. 601.01(a), 608.04(b), 702.01
Formal matters, compliance with...................... 714.02 Non-compliant amendment, treatment of.......... 714
Fully reSponSiVe...........coeeiiiiiiieeeeeieee e 714.02 PG-Pub application............cccceveeiiiiiiieeenee. 1121
Heading.......ccooiiviiiie e 502 To lessen filing fee.......covvviiieeeiiicie e, 607
Immediate iNSPeCioN..........ccceevveeeiiieeeiiieee 714.05 Ratification

Improper signature. 714.01(a). 714.01(c)., 714.01(d) Signature defective.........cccceveviereeriieenenn. 714.01(a)
Ratification........ccoeeeeeeiiiiiiiiiiiicieeeeeeeeeee 714.01(a) Receipt.....ccoccveiiiciiieee e, 501to 505, 511, 512
Incomplete reply..... 711.02(a), 711.03(a), 714.02 to Received after allowance................. 714.15, 1303.01
714.04 2266.01 REEXAMINALON. .......ecveeeeeeeeeeeeeeeeee e 2250
Time for completing... 710.02(c). 714.03. 2266.01 REISSUE. ... vveveeeeveeieieeeeie et 714, 1453
Increasing claims in excess of number of claims REQUIFEMENTS OF ..o 714.02
previously paid for....................... 714.10, 714.16(c) Residence change..........cccoceiiiiiiiiinieniiiieeeee 719.02
Ink, NOt PErMANENL........oivviiiiiririiieenes 114.07 RESPONSIVE. ... e 714.02, 714.04
Inspection by examiner............cccoooieeeeeniineenn. 714.05 Return, after entry in file Wrapper.................... 719.01
Inventorship (See also: _Correction of inventorship) Rule 1.312 (See also: _Amendment: After allowance)
;‘iﬂsfg:t'on of application not with examiner.... 711"31065 Second (or subsequent) supplemental reply.................

- e 714.03(a)
LA 710.02(d). 711. 714.17 Several filed on same day..........cocovevveveernnnn 714.18
Literature citation in specification................. £608.01(p) Signature improper.................. 714.01(a), 714.01(c).

Manner of Making.........ccccovrieeiniieeniiie e 714 714.01(d)
Motion under 37 CFR 41.208(c)(2), Application in Signature missing.............. ... 714.01(a)
ISSUEB..ei ettt 714.16(b) SIGNALUTe FEQUIFEd.... . vveeeeeeeeeeeeeeeereeee. 714.01(a)
New matter..........c........ 608.04, 608.04(a), 2163.06 Signed by applicant, not by attorney or agent of
Non-compliant amendment, treatment of............. 714, FECOTT.. oot 714.01(d)
1302.04 Signed by attorney or agent not of record............ 402,
Nonentry (See also: _Amendment: Entry denied) ......... 402.03 714.01(c)
714.03(a). £14.19 Statement of allowability by Board.................. 1213.01
Not entered.........l """"""""""""""""" 714.19. 714.21 Supplemental...........ccooociiiiiiii e 714.03(a)
Not fully responsive....... 714.02t0 714.04, 2266.01 Support by claims present on the filing date.. 608.01(1)
Not fully responsive, time to perfect reply..... 710.02(c). Telephone NUMDET..........covveeeeeeeeeeeeeereen. 714.01
114.03 . -2266.01 Unduly interferes with preparation of Office action........

Oath, Original.........cccvveiiiiiiiiiiee e 602 714.03(a)
Objectionable remarks...................... 414.19, 714.25 UNSIgNEd.....coiiiiiiiiiecee e 714.01(a)
Of ClaiMS....eeiieiiiee e 714 Ratification of................... 710.02(c), 714.01(a)
Of SPeCfication...........occvveiiieeeiiieree e 714 America Invents Act (AIA) (See also: Statutes: Public Law

112-129)
Rev. 01.2024, November 2024 Index-6
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American Inventors Protection Act (AIPA) — Appeal

Sec. No.
American Inventors Protection Act (AIPA) (See also:
Statutes: Public Law 106-113)

American National Standards Institute (ANSI)..... 608.02
Amino acid sequence (See also: _ Biotechnology)

Nucleotide sequences)

Analogous Art.............. 904.01(c), 1302.14, 1504.02,

1504.03, 2131.05, 2141.01(a), 2143, 2143.01

Analysis of Claims........cccccoeeiiiiiiee e 904.01

Answer, Examiner's (See also: _Examiner's answer)

Answer all matters traversed..............ccccvveeeenne 707.07(f)

Antecedent lacking (See also: _Indefinite claim) ..............

1302.01, 2173.03, 2173.05(e), 2175

Anticipation rejection........... 1504.02, 2120.01, 2131,

2132, 2133, 2136, 2152, 2154
Affidavit to overcome a pre-AlA 35 U.S.C. 102(a) or (e)
rejection......... 715, 2132.01, 2136.05, 2136.05(a),
2136.05(b)

Analogous art.........ccceveveeeviniennnnen. 1504.03, 2131.05
Definition of ..., 2131, 2152
EXCeptions t0........ccovvvieriiiieiiecenien, 2153, 2154.02
GENUS-SPECIES. ....eeeiuiiieiiiiee et 2131.02
Generic chemical formula............ccccoociieinie 2131.02
Grace Period................... 2133, 2153to 2153.01(a)
Meaning of
“By others”............... 2132, 2154.02, 2154.02(a),
2154.02(b)
“In this COUNTIY” . ... 2132
“Known or used”...........ccceeveanenn. 2132, 2133.03(a)
“Patented in this or a foreign country”............ 2132
2152.02(a)
Multiple references, when permitted............... 2131.01
On sale (See also: On sale
Ranges claimed..........ccccooviiiieiiiiiiiieiee e, 2131.03
Rejections based on publications and patents..............
2133.02 2152.02(a). 2152.02(b)
Prima facie case.........ccceocvevvveeennnnn. 2132.01, 2152
Public use (See also: Public use)
Secondary considerations, evidence of.......... 2131.04

A.P.C. publications (See also: _Alien Property Custodian

(A.RPC) publications)

Apostille (See also: Oath) Declaration) ................ 301,

409.01(h), 409.03(a), 409.03(d), 602.04

Apparatus, Process or product and............. 806.05(e) to

806.05(9)

APPEAL ... 1200
AbandoNMENt.........cooiiiiiiiiiiee e 1210
Actions subsequent to examiner’s answer........... 1210
Administrative handling............cccccevviviiiiiieeeninnns 1203
Affidavit after appeal............... 1206, 1208, 1211.03
Amendment after examiner’s answer.. 1210, 1211.01
Amendment before examiner’s answer................ 1206
Amendment for purpose of................ 714.12, 714.13
Amendment makes application allowable............ 1206

Sec. No.

Answer, Examiner's (See also: _Examiner’s answer)
Appealable iSSue........c.ccooiiiiiiii e 1201
T =] R 1206
In ex parte reexamination...............cccceeviieens 2274

IN PEISSUE. ...t 1454
By patent owner.... 1204
Cancellation of withdrawn claims................... 1214.05
Civil lItIgation..........eeeieiiiiieec e 1216.02
Claims copied from patent, time limit........... 710.02(c)
Claims included.............c....... 1204, 1205, 1205.02
Claims not appealed... 711.02(b), 1215.01, 1215.02
Partial........ccccoeeeiiiiiiree e, 1214.05, 1215.03
Composition of the Board.............ccceevvveeiineenne. 1202
Concurrently with interference............ccccccooeueeee. 1210
Concurrently with prosecution before examiner... 1210
Conference.........cccocveeriiiiienenennen. 1207.01, 1302.14

Correspondence address for litigation... 501, 1216.01

Court, Federal Circuit .
Decision by Board..........ccccooeiiiieieiiiiiiecee e

DiSMISSaAl....uvvvieiiiiiiiiiiieieeeeee s 1215.04
Examiner reversed..........ccooveeeniieenieeeniineennns 1214.04
Examiner sustained.........ccccccvveeeeeeiiiiniiniiinn, 1214.06
EXaminer's anSWeT.........ccceeeveeeeeiiiiiviiiiieieeeeeeneens 1207
Failure to prosecute appeal.............ccccceuvvneee.. 1215.04
Fee (See also: Fee) ............. 1204, 1204.01, 1205,
1208.01

Forwarding fee.........cooveeiiieiniiciec e 1208.01
From Board decision.............ccccc...... 1216 to 1216.02
Interview after appeal.........ccccooiiiiiiiiiinnnenn. 1204.03
INtrOdUCHION. .....covviieeeee e, 1201
JUrisdiCtioN........ceevveieiiiieecee e 1205.03, 1210
Matter subject t0.........ccveeeeeriiiinnennn. , 706.01, 1201
Multiplicity rejection............... 2173.05(h), 2173.05(n)
New ground of rejection by Board.................. 1214.01

New ground of rejection by examiner in examiner's
answer..... 1207.01, 1207.02, 1207.03, 1207.03(a).

1207.03(b), 1207.03(c), 1208
New matter affecting claim.............cccceeenee. 608.04(c)
NOLICE Of i 1204
Oral hearing......c..eeeeeiiiiiiee e 1209

Reexamination, ex parte .........cccccceeeeevviennnn. 2276
Order for compliance.........ccccccccovuneee. 1205.03, 1210
Patentability report case..........ccccoecvveeeeennnns 705.01(a)
Pre-appeal brief conference pilot program..... 1204.02
Primary examiner’s attention..............ccccceeeeennnee. 1004
Procedure after Board decision......... 1214, 1214.01
1214.03 to 1214.07
Protestor participation...........c.cccceovveeeriineennne 1901.07
Publication of Board decision...............cc....... 1213.03
Real party in interest..................... 1205.02, 1207.02

Rev. 01.2024, November 2024



MANUAL OF PATENT EXAMINING PROCEDURE

Appeal — Application

Sec. No. Sec. No.
Record on appeal.........ccccuveeiiiiiiiiiiiiiiniieee, 1204.04 Requirements. ........ccoccvvveeeeiiiieiee e, 2109, 2151
Rehearing by Board....................... 1214.01, 1214.03 Self-prosecuted application... 401, 707.07(j), 713.01
Reexamination, ex parte .........ccccceevvvveeeessiuenennn. 2273 SIGNATUIe.....cvviiee e 602.08(b)
Remand by Board...... 1208, 1210, 1211, 1211.01, Small entity StatuS........cccoeveeeeiiieeeiiee e 509.02
1211.02, 1211.03, 1212, 1213, 1213.02, 1214.01, SOlE..evieieee e 201.02
1302.14 2143.03 2274, 2275 Application
Remand by Federal Circuit..............cccceeeenneee. 1216.01 Abandoned (See also: Abandoned _application)
Remanded application made special................ 108.01 Abstract of the disclosure..........ccccccoeineeen. 608.01(b)
Reopening of prosecution.. 1207.05, 1208, 1214.07, Acceptance of 37 CFR 1.47....... 409.03(h), 409.03())
1211.01, 1213, 1213.02, 1214.01, 1214.04,
1214.07 Acknowledgment..........cccoccveviininieeenns 502.05, 503
Reply brief to examiners answer................... 1208 Address MiSSING......c.uueeiieiiiiiiee e eieeee e 403
Requirement by board to address matter............ 1212 Allowable except as to form............... 706, 710.02(b)
Secrecy order application..................... 130, 1304.01 AIIowe_d”
Statement of allowability by Board.................. 1213.01 D.eflnltlon ...................................................... 203.04
Substitute appeal brief...........ccccviiininen, 1207.02 F'I? wr.apper B R P PR 1302.09
Substitute examiners answer............ 1207.05. 1211 Rejection........cceeeeiviiiiieieeii, 706.05, 1308.01
1211.01 Amended definition..................c.co 203.03
Suspension pending civil action or federal circuit appeal AITANGEMENL......oooviiiiiie 601, 608.01(a)
inrelated Case.......c.oeeevuiiiecee e 1213 Design application......... 1503, 1503.01, 1503.02
Time for filing brief........c..ccocovviiiii, 1205.01 Assigned (See also: Assignee) Assignment)
Waiver of any challenge..................... 1203, 1205.02 ACCESS.....iiiiiie et 106
Withdrawal of final rejection............cccccoeecvvevinrns 1207 Allowance
Withdrawal, partial............ccccoe.... 1214.05, 1215.03 NON-APPICANT.....cccviiiiiiee e 307
Appealable matter not petitionable............. 1002, 1201 Applicant........cocvveiieiii 308
Appendix, computer program listing (See also: Computer Conflicting subject matter................. 822, 2304.05
Program Listing Appendix) ... 601, 608.05, 608.05(a), Inventor deceased...... 409, 409.01(a), 409.01(b)
1121 Assignment for examination
Appendix, multiple claim sets.........cccceveeiiiinnn.n. 1121 Office of Patent Application Processing).......... 504
Applicant (See also: Inventor) Pro se applicant) .... 605 Assignment to examiner for examination..... 909.01(a),
Abandonment notification................ccuueeeeene. 711.04(c) 909.02(b)
Administrator or eXecutor..........cccceeeeeeeeeennes 409.01(b) Assignment to Technology Center for examination........
Age, special status...........ccocvveeeeeiiiiiieee e, 708.02 504, 909.01, 909.02, 909.02(e)
Citizenship... 601, 601.05(b), 602.08(a)., 602.08(b), Background of the invention...............ccc.c..... 608.01(c)
608.01 Best mode..........cceevveeiieiiiecieee, 608.01(h), 2166
Common, at least one..... 211.01, 2136.01, 2146 to Brief description of the drawings................... 608.01(f)
2146.03(a). 2154.01(d) Brief summary of the invention.................... 608.01(d)
Comments on statement of reasons for allowance........ British English spellings............ccccevieeeienenee 608.01
M Certified COPY...oveimreeiriiieriee e 608.01
Dlscourtesy... ...................................... 714.19, 714.25 Claim omitted.... ... .. 601.01(a), 601.01(e). 702
Heélth‘ SPECIAl SAMUS...oovvvvvvvvsvvsrvssssssrsrnnssessinss 108.02 Claim terminology........ccccceeiviiieieeeniiiieeeenn. 608.01(0)
Heir...... e 409.01(a), 409.01(b) claims...... 608.01() to 608.01(n). 608.01(m)
Intfernatlonal application............. 1806, 1820, 1821 Classification in Technology Center............ 909.01(b),
N (o] | SRS 201.02, 2109, 2151 909.02(b)
Mailing address......... 601.01. 601.01(a). 601.03(a), Classification challenge...........cccccvvvvvevnnnn. 909.01(d)
601.03(b), 601.05(a), 601.05(b), 602.01(b), ;
602.01(c)(1). 602.08(b). 603, 604 Common ownership........... 324, 325, 709.01, 822,
) ) - 2136.01, 2141.01, 2146, 2146.01, 2146.02,
Micro Entlty ] = 1 (U S 509.04 2146.03, 2146.03(a), 2148, 2152.06, 2154.01(d),
Name change........ccccovvveriiveennnen. 602.01(c), 605.01 2154.02(c), 2158 2158.01
Other than inventor................... 409.01(b), _409.03(b) Completeness................. 201.06(c), 506, 601.01to
Post Office address...........cceveveveeeeeerenane. 602.08(a) 608.01(p)
Power to INSPECt.......ccvviveeiiiiiieeeeiiiieeeee 104, 106 Conflicting, same applicant........... 709.01, 804, 822
Reply (See also: Amendment) Reply) (@01 1 (=1 1 | PN 600
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Application — Application

Sec. No.
Continuation (See also: _Continuation) ............ 201.07
Continuation-in-part (See also: _Continuation-in-part)
.......................................................................... 201.08
DESION. .ttt 1504.20

Continued prosecution (CPA) (See also: _Continued

prosecution application (CPA))
[DICT (o] TSR 201.06(d), _1502.01
Continuity between applications................... 211.01(b)
Control of aCCeSS......ceevveeviiiiiiiiiinnnnn, 101, 103, 106
COPENAENCY ....eeiieeiiiiieee e 211.01(b)
Copending, Design........c.cccvverieieiniiee e 1504.20
Correction of inventorship..........ccccoeeeeevneen. 602.01(c)
Cross-noting
Data of parent application in file wrapper or PALM
bib-data sheet or PALM database..... 202, 1302.09
Data of related application, updating....... 211.02(a)
Foreign application, file wrapper/history notation......
202
Foreign application, oath.................... 202, 214.03
Description of the related art.............c.c....... 608.01(c)
Design  (See  also: Design _application)
Detailed description..............ccceevieernineeennee. 608.01(q)
DIStriDULION. .....ciiviiiiiiiccc e 508
Divisional (See also: Divisional application) .... 201.06
DESION. .ei ittt 1504.20
Drawings.......cccoeeevvveeeveeennnnn 601.01(f), 608.02, 702
Missing figures.........cccooviveieeniiiiieeee 601.01(qg)
Effective filing date........ 2120.01, 2139.01, 2152.01
Electronic submission of (EFS-Web)................ 502.05
English language...........ccccceeiiiiiiiiiiiiiieeeeee 608.01
Examination
Examples.......cccooevvvieeeeiiiiiienenn.
Facsimile transmission..........ccccovviieeeeeniiiennn. 608.01
Fee, filing (See also: Fee) ...cccccvvvvviiieiieiiiiiieen, 607
Field of the invention............cccccceniiiiveenene 608.01(c)
File wrapper continuing (FWC)..........c........ 201.06(b)
Filing date.......... 211.02, 503, 505, 511
EFS-WED.....cooiiiiieiiee 502.05
Filing receipt (See also: _Postcard, self-addressed) .....
503
Filing requirements..........cccoccevevineenne 601.01(a), 702
Five year pendency...........ccoceveeeinns 707.02, 708.01
FONL. e 608.01
Foreign (See also: Foreign application) ... 210to 217
FOrML. i 600
Incomplete...... 203.06, 506, 601.01(d), 601.01(e),
601.01(f) 601.01(g)
Definition........ccocvveiiiie e 203.06, 506
Informal.................... 506, 702.01
DefinitioN.......ccuveeiieie e 506
SPECIAL ... 708.01

Index-9

Sec. No

INSPECHION. ...t 103
International (See also: _ International application)
International Convention (35 U.S.C. 119).............. 213
Invalid oath...........ccocevviiiiiiic e 602.03
Issue fee not paid (abandoned).................... 711.03(c)
Issue simultaneously with another application..............
1306.02
JURISAICHON. ... 1305
Mode of operation..........ccccoeeiiiieiieiiiiieeneenn. 608.01(h)
National application...........ccocvveeiiiieiriiieiieeenieen 201
National stage application............cccceeevverieeernnnenn. 201
New, definition............ccoeviviiiiiiieee e, 203.01
Nonprovisional......... 506, 601, 601.01, 601.01(a),
601.01(c)
NUMDET ..., 502, 503, 506

Status of application using...................... 101, 102
Omitted items.................. 217, 601.01(d), 601.01(f).
601.01(g)
Order of examination.................couvvveennn.. 708, 708.01
Overlapping

Common ownership... 709.01, 715.01(b), 804.03,
822, 2136.01, 2141.01, 2146, 2146.01,
2146.02, 2146.03, 2146.03(a), 2148, 2152.06,
2154.01(d), 2154.02(c), 2158, 2158.01

Same applicant.............cc.e..... 709.01, 804, 822

Subject to joint research agreement.. 804, 804.02
804.03, 2136.01, 2137, 2141.01, 2146,
2146.01, 2146.02, 2146.03, 2146.03(a), 2151,

2152.07, 2154.02(c), 2156, 2158, 2158.01
Pages missing.........ococeenvviinieeeiiiee e 601.01(d)
Parent........oooiiiiiiie e 904
PaITS. ... 600
Pending five years........c.cccccoviiiiiiiic e 707.02
Plant (See also: _Plant patent) .........ccccccccvvveeennn. 1600
Prior art............. 2121 to 2129, 2152, 2154, 2158
Prior art effect of international publication.......... 2136
2136.03, 2139.02, 2152.05, 2154.01(a)
Priority

Foreign application...... 213, 214, 214.01, 1402,

1504.02, 1504.10, 2120, 2132.01, 2133.02(a),

2136.03, 2136.05, 2152.01, 2152.06
PrOtEST.. . 1901
Provisional (See also: _Provisional application) ............
201.04, 601, 601.01, 601.01(b), 601.01(c), 602,
702, 2127 2136
Public INSPECtioN..........cccoiiiiiiiiiiiee e 103
Publication (See also: Pre-Grant Publication (PG-Pub))
Publication of abstract................... 711.06, 711.06(a)
Receipt and handling...........cccccoviiiiiiiiiniiieeeee 500
RECONSIIUCHON. .....ccoiiiieee e 508.04
Recording and tracking in Technology Center..... 1704
Reference Filing........cccccooeiiiiiiiiiniies 601.01(a)
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Application — Assignee

Sec. No.

Reissue (See also: Reissue application) ....... 1401 to
1470

Rejected definition...........ccccoeiiiieiiiiiiiiieees 203.02
Relating to atomic energy.................. 115, 150, 151
REVIEW. ...t 506
Right t0 INSPECT.....coiiiiiiiiieiiii e 103
Right of priority, foreign application....................... 213
RUIE 1.60....ccciiiieiiiieiiee e 201.06(a)
RUIE 1.62....ceiiiiiiiiiieeeeee e 201.06(b)
SEeCrecy Order....ccccviiiiiereesiiiiiieeeeeens 120, 121, 130
Serial NUMDBET ... 502, 503

Size fee.... 502.05, 506, 509, 607, 608.05, 1415,

1893.01(c) 2422.03(a)
calculations for EFS-Web submissions........ 502.05
Special (See also: _Special application) .......... 707.02
708 to
LISt et
Priority in patent printing
SEAUS. ..oeeeiiii e,
Inquiries
Substitute
Does not carry ownership from parent.............. 306
File wrapper/history notation................cccceeee.. 202

Table submitted on read-only optical disc or via the
USPTO patent electronic filing system as ASCII text

file........... 608.05, 608.05(b), 2422.03, 2422.03(a)
Terminology, Claim............cccceveeeiiiiiieneeeins 608.01(0)
Title of INVeNtion...........ccoooiii e 606
Title of invention, change................ 606.01, 1302.01,
1302.04
Transfer procedure.................... 909.01(d), 909.02(d)
Types (See also: Patent) ..........cccceeevviiiiieeeneinnee. 201
Utility (See also: _Patent) ........cccceeveeeeinieeeninnene 201
Application Assistance Unit........ 102, 103, 711.03(d),
711.06 1730
Application Data Sheet (ADS).................. 211.02, 601,

601.01(a), 601.01(b), 601.03(a). 601.03(b), 601.05,
601.05(a), 601.05(b), 602.01, 605.01, 606, 608.01,
608.01(a), 1130, 1405, 1410, 1410.01, 1417, 1451,

. N Sec. No.
Argument for allowability lacking in amendment... 714.04

Arrangement of application................... 601, 608.01(a)
Arrangement of art in Technology Centers.......... 901.07
Art unit NUMDbEr ON PAPETS.......eeviiiiieriiie e 502
Artifacts in the file wrapper application.. 608.02, 608.03
Asexual plants (See also: Plant patent) ................ 1600
Assigned application
Allowance
NoN-Applicant........c..ooeeiiiiiie e 307
APPLICANT. ... 308
Conflicting subject matter.................. 608.01(m), 822
Inventor deceased............ccoevvveeerineeeiineennns 409.01(b)
Nonprovisional application claiming benefitof provisional
aPPlICAtiON.....coiiiiieiiie e 306.01
Provisional application 302.03
THtle FEPOIt... . 320
Assignee (See also: Assigned application) _Assignment)
Access to an application............... 104, 106, 301.01
AArESS. ..o 302.05

Affidavits under 37 CFR 1.130.... 717.01to 717.01(f),
2155

Affidavits under 37 CFR 1.131.......cccccceeviineenne 715.04
Can appoint new power of attorney.................. 402.07
Certificate of correction.............. 307, 1480to 1485
Change of inventorship, consent................. 602.01(c),
1412.04 1412.05

Common.... 709.01, 822, 2136.01, 2141.01, 2146

to 2146.03(a). 2148, 2152.06, 2154.01(d).
2154.02(c), 2158 2158.01

Consent in reissue....... 1410.01, 1410.02, 1412.04,

1412.05 1443 1451
Double patenting, same assignee.............. 804, 822,
2146.03(a)

Duty of diSCIOSUre........cooiiiiiiiiiiiiieieeeiee. 2001.01

Employees, property interest in patent...... 309, 1702
Entire interest, control.... 106, 301, 324, 325, 402,
402.02 402.05 402.07

Establishing right to take action in applications..... 324,
325

1481.03, 1490. 2136.05(a). 2152.06, 2214, 2266, FOTBIGN. ..o 302.04
2666 Interfering applications, same assignee........... 709.01
Corrected (or updated) ADS......... 601.05. 601.05@) ytervention.. 106, 324, 325, 409.01(a). 409.01(b)
Supplemental ADS........................ 601.05. 601.05(b) MiCro entity StatUS...........co.oveeverereeeereerreeeeneenans 509.04
Application Division (See also: _Office of Initial Patent Multiple Assignees 324 325
Examination (Office of Patent Application Processing)) . T e .
L L Obligated assignee or person who otherwise shows
Applllcr.ﬂtlon publication.............cceevcieeiiiee e 901.03 sufficient proprietary interest ... 409.05
CHAION Of e 707.05(e Part INtEreSt........o.oveevveeeeeeeeeeeeeeeeeeeseenn e 106.01
Disqualifying/excepted as prior art, commonly owned... Patent issues to
717.02 to 717.02(c), 718, 804.03, 2146, Non-Aoplicant 307
2154.02(c) 2156 on-. PPICANE. ..o
Prior art effect..... 901.03. 2120.01. 2136. 2136.03. Appllcant .............. e 308
2152.02(h) 2154.01 Permitted to take action under 37 CFR 3.73(b)..... 324,
Arbitration awards NotiCe...........cccovvvriiiiirieniennee 311 325
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Assignee — Attorney or agent

Sec. No Sec. No.
Power t0 iNSPECL........cooiiiiiiiiiiiiieeee e 104 Recording fee........ooccuvivieiiiii e 302.06
Printed on PG-Pub.........ccccoiiiiie 1121 Records not kept in application file.............. 303, 320
Revocation of power of attorney... 324, 325, 402.05, Search facCilitieS.......ccceevviiiiiiiiiiieee e, 1730
402.07 Security INtErests..........cocveveeverreeennn. 302.07, 313
Showing sufficient proprietary interest............. 409.05 Title reports......coccvvievieniic e 303, 320
Small entity Transfer of rights from/to small entity................ 509.02
ASSIGNMENL. ... 300 TFANSIALON. ... 302.02
Access........... Assignment Division (Assignement Recordation Branch).
Allowance of application 320, 602.08(b)) 1121 1730
Assignment identification requirements............ 302.03 Administrator and executor authority checked...............
Automated Patent and Trademark Assignment 409.01(b)
) (=] 1 P PRSPPI 502.01 Certified Abstract of Title........ccoccveeviiiiiiniiies 320
Change of name...........cccooiiiiiiei e, 314 Contact information............ccoccooeeiiiiieieeee. 1730
Conflicting statements of ownership under 37 CFR Information available from Patent Data Portal....... 320
B.73(D) e 324, 325 Mailing address
Continuing application...................... 306, 324, 325 T TEPOIt. .o
COpy .................................................. ML -302.01 Assignment
Corrections in recorded assignment........... 307, 323, FOr examination............cccooveiveenii e 504
323.01, 323.01(b). 323.01(c). 323.01(d) For ex parte reexamination......... 2236, 2285, 2822
COVEr SNEEL......ccvviiiiiiiie e 302.07 Assignment to examiner for examination....... 909.01(b)

Corrections............... 317.02, 323.01, 323.01(a), 909.02(b)

323.01(c) Assistant Commissioner for Patents (See also:
Date of recording..........cccoevvieveeiiiniienieene 317.01 Commissioner for Patents)
Effect of recording.......cccccceevvviiieri i 317.03 Assistant Commissioner for Trademarks (See also:
Electronic submission of (EPAS)...... 302.10, 502.01, Commissioner for Trademarks)
502.05 1730  Assistant examiner (See  also: Examiner)
Employees, property interest in patent................ 309 AssoCiate AttOrNeY..........cocoeeeeeeeeeeeeeeeeenn, 402.02
Expungement of assignment records.. 323, 323.01(d)  Atomic Energy Act of 1954......... 120, 2104, 2104.01
Facsimile submission............. 302.09. 502.01., 1730  Atomic energy application............ccccccceveveveveevenennnns 150
Foreign language translation...............ccccceen. 302.02 Attorney or agent
Indexing ................................................................. 315 Appointment by assignee of entire interest........... 106
International application...............c.cocooviinn 301 ASSOCIALE. ......eoeeeeeeeeeeeeee oot 402.02
LICENSES. ...t 301, 313 Compliance with duty of disclosure.................... 2004
Mailing address....................... 302.05, 302.08, 501 Continuing application.............ccocoveveveveeean.. 201.06(c)
Mergers .................................................. 302.07, 314 Change of Correspondence address......oovvuinn. 601.03
Multiple asSignees............coevvevrcieiieiineennen. 324, 325 Correspondence with...... 403, 403.01(a), 403.01(b)
Nonprovisional claiming benefit of provisional... 306.01 DEALN......oovvieieiiieie st 406
Not endorsed on pending applications.................. 303 Design Patent Practitioner........... 402, 402.04, 403,
One of several overlapping applications.......... 709.01, 405, 1502.02, 2911
715.01(b) DISCOUMESY ... eeveeeeeeereeeeeeeeeeeeeee e eeeeee e 714.25
Parent application...........cccccevviiinice e, 306 Duty of disclosure...........cccoo....... 2001.01, 2002.01
Partinterest.... 106.01, 301.01, 717.02(a). 2146.02 Excluded from practice...............ccocovvurvrerereerennnss 105
Patent..........cooii 301, 301.01. 302.03 INSPECHON. ... 104
Patent and trademark assignment system..... 302.09 Interfering applications.................cococevvveenne.. 402.08
302.10 International application.......... 402.09, 1807, 1808,
Pending applications............... 301.01, 302.07, 303, 1820
717.02(a).. 2146.02 2146.03 peryiew......... 405, 408, 713to 713.10, 1302.14
Plural itemS.......eveiiiieeeee e 301.01 Limited recognition........................ 402.01. 402.09
Printing on patent..................... 307. 1309, 1481.01 More than one for same applicant................... 403.02
Proof of......ccooeiiieeeieeeee 717.02(a), 2146.02 NAME ON PALENt...vv...eeeeeoeeoeeeeeoeeeeeeeee oo 1309
Provisional application............ccc...... 302.03, _306.01 Name on reexamination certificate..................... 2287
Recording...........cc.oooo.... 301, 302, 313, 314, 315 NOt Of rE€COId.....ceeieieiiiiieicee e, 402, 405
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Attorney or agent — Borrowed publications

Sec. No

Notarizing oath..........ccccccoiiii e 602
Office cannot aid in selection of..............c.ccooceeee. 401
Petition to reinstate..........ccoccvvevvveeeniieennnn 1002.02(m)
Post Office address.........ccccevvveeeviieeiiieeenieennn 601.02
Power of (See also: _Power of attorney) ..... 402, 406,
407, 2501

In ex parte reexamination................... 2213, 2222

In supplemental examination..............c.c.cc.c.... 2804
Reexamination, ex parte .........ccccceevveeeeeennieneenn. 2213
Registered........ccoovvveiiiiiiie e 401, 402
Request for limited recognition.... 402.01, 1002.02(m)
Roster of attorneys and agents............ 601.03, 1730
Selection...........
Signature of
SUDSHItULE. ..o 406
Suspended or excluded.......... 105, 407, 714.01(a),
714.19

Communication With...........c.cccooveniiniiineniees 105

INSPECHiON DY......veiiiiiiiiiiee e 105

INTEIVIEW. ... 105, 713.05
Telephone number on letters..........ccooeeenieennne 714.01
Telephoned by examiner........ 408, 713.01, 1302.14
Two patent practioners for same application..... 403.02
UNregistered.........coovvvveeeiiiiiiee e 402
Washington, D.C. area representative................... 408
Withdrawal...... 402.06, 1002.02(s), 1808, 2804.01
Withdrawal after patent granted............... 2223, 2560

Australian Patent Office (IP Australia)... 1840, 1840.03
1860

Authentication of oath.........cccccoooieiiiiiiiiiiiieees
Authentication of e-mail sender

Sec. No.
B

Background of the invention (See also: _Specification)
..................................................................... 608.01(c)
o FoTos (<] - VO 1601
Bar, Statutory (See also: Statutory  bar)
Base claim canceled..........c.cccccoviveniiiennnne. 608.01(n)
Base claim rejected...........ccccovviiiiiieieniinene 608.01(n)

Benefit of domestic application (See also: Cross-noting)
.................................................. 211.01(a)., 211.01(b)

Adding benefit claim after filing................. 211.02(a)
Correcting benefit claim after filing............ 211.02(a)
Correcting benefit claim after patenting........... 1405
1481.03
Deleting benefit claim after filing............... 211.01(a)
Benefit of foreign priority (See also: Foreign application)
Correcting benefit claim after patenting........... 1402
1481.03

Benelux Designs Convention (See also: _Treaties) .......

213.01 1504.10
Best mode.................... 608.01(h), 2165to 2165.04
Affidavit or declaration.............ccccoveeenienenns 715.10
Compared to enablement..............ccccceeeen. 2165.02
COMPULETN CASES....evvieeiiirrreeeeeiireee e 2161.01
Considerations relevant to............c.cccccveenne 2165.01
Evidence of concealment................ 2165, 2165.04
Form paragraphs used to reject...........cccceeenneee 2166
Requirements for rejection for lack of.......... 2165.03
Bibliographic Information..............ccocccieeninie 601.05

Biological material..... 2164.06(a), 2164.06(b), 2402,
2403
Biotechnology (See also: _Nucleotide sequences) .......
2400

Deposit of biological material.................ccce.. 2403
DePOSIt FUIES.......veeeeiiieiiee e 2402
DEePOSIt tEIM......evvieee e 2408

Enablement.........cccccooevvveeeeiiinns 2164.06(a), 2402

Examination of applications, deposit issue...... 2411,
2411.01

Authorln program (See also: _Sequence rules) ..... 2430
Authority of administrator or executor............. 409.01(b)
Authority of Director, Delegation of.................... 1001.01
Authority of Director, Statutory...........cccccevivveeeeenn. 1001
Authority to inspect pending application................... 103
Authorization
Credit card payments.........ccccovevveeeeeniiiieeeee e 509
Deposit aCCOUNS......c.evevvieeeiiieeeniieene 509.01, 1730
Internet electronic mail (e-mail).............cc......... 502.03
Power of attorney...........ccceeveiiieei e 402
AUthOrship......ccooiiiiiiiiee 715.01(c), 716.10

Automated Patent and Trademark Assignment System....

502.01 502.05
Avoiding double patenting rejection........ 804.02, 1490
2129 2146.03(a) 2158
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Patent In computer program.............ccccvvvvvvnnnnns 2430

Process claims under pre-AlA 35 U.S.C. 103(b).........
2147

SAMPIES. ..o 2410

Sequence rules (See also: _Sequence rules) ... 2412
to 2419.03, 2422 to 2422.04, 2422.06, 2422.07,
2422.08, 2423to 2431, 2433, 2434, 2435

Written description..........cccccceevviiieieeennnens 2163, 2402

Board of Patent Appeals and Interferences (See also:
Patent Trial and  Appeal Board (PTAB))

Books in library.......cccccceeeeiiiieiiciiiiiinee s 901.06(a)
Borrowed publications 901.06(a). 901.06(b)
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Box, Mail — Certified copies

Sec. No.

Box, Mail (See also: _Correspondence) _Mail Stop)

Sec. No.

2249, 2258.01, 2262, 2265, 2267, 2270, 2271.01,

Breadth, Undue (See also: _Undue breadth rejection)
Brief, filed on appeal.........ccccooeiiiiiie

2274, 2281, 2283to 2287, 2289, 2294, 2295,

2803.01, 2812, 2812.02, 2812.03, 2816, 2816.02,

o 2817.01 2819, 2822
Ex parte reexamination . S
. . . Certificate, derivation...............ccccoeeeeeecvvvvnnnnns 901.04
Brief description of the drawings (See also: . )
Specification) ....................... 608.01(f) Certificate effect of signature.................. 402.03, 410
Brief summary of invention 1302.01 Certificate, Ex parte Reexamination................... 2288
British English spelling..........cccccceviviiiieneeinnnns 608.01 FOMAL. ..o 2290
British specification, provisional...................... 214.03 Certificate, Inter Partes review .................. 901.04
Broadening claims in reissue..........ccccceeeeennee 1412.03 Certificate of correction....................... 1480 to 1485
Browser executable code in specification........ 608.01 APPlCANTS MISTAKE. ...ocovvvvooi 1481
608.01(p) ASSIgnee’s name..........ccceeeeeeeeinene 307, 1481.01
Budapest Treaty (See also: Microorganisms) _Treaties) Branch.......ccccooiiiieiee 1002.02(1)
... 901.05(b), 2402, 2404.01, 2405, 2408, 2409, Copy required in reexamination
2410.01 2410.02 2411.01 Ex parte ...........
DEPOSILONIES. ..ei e 2405 Date of issuance
Bulletin, Classification (See also: Classification) Orders) Domestic priority................ 211.01(a), 211.01(b),
Burden of proof..... 2107.02, 2112, 2113, 2163.04, 1002.02(b), 1002.02(p), 1402, 1481, 1481.03
2164.04 2182to 2184 Electronic publication..............ccoveeveeeveveneenn. 1485
Business hours of USPTO.............cccoooiiiinnnn. 510 Expedited iSSUANCE. .........ccccvvrvereerreerereenn. 1480.01
Foreign priority.................. 216.01, 1481, 1481.03
Form PTO-1050................... 1480, 1480.01, 1485
Form PTO/SB/44................. 1480, 1480.01, 1485
Handling of request for............cccocvveeeiiiinenenn. 1485
International application priority................... 1481.03
Inventorship........c.cc.c.e... 1412.04, 1481, 1481.02
c Matters requiring TC Director’s attention.......... 1003
CAFC (See also: Courtof Appeals for the Federal Circuit Office’s MiStake..............ccoovecrveveenens 1480, 1480.01
(CAFC)) Official Gazette listing..........cccccceeenneee. 1480, 1485
Canceled matter, before papers executed.... 602.08(b) PAPET ... 1485
fjfzczlgd matter, cannot be recaptured in reissue........ Patent in litigation............cccceeiieeeniie e 1003
Canceled matter, Restoring...........cccceeevvens _608.01(s) EZEZ:’;:;;S{;ZE: ISSUE.orvvvvvrens 14114(*)100102231:3
Canceled matter in patented file..............c........ 901.01 Jo ] -
Canceling claim after issue...........cccccocoueeeeennns 714.16 _I?s_pgrt bBt/ e><tam(|jr.1er """""""""""""""""""""""" %:(5)
Canceling claims not appealed...................... 1214.05 Cert:;icei:royf ;Z:Ir:;‘%rtransmlssm P
Canceling drawing...: ...... R 608.02(t) 502.01 511 512, 513
Cancellation of drawing figures..................... 608.02(t) Ex parte reexamination........... 2024, 2265. 2266
gﬁgorDutyof(SeealsoDutvofcazré)%olr ar;(:i) Oqug Informa?ion disclo.surfe statement............c..evveee. 609
. International application........... 1805, 1834, 1865,
Carbon copy, application papers...........cc......... 608.01 1893.01(a)(1)
Carbon copy 9f f?lmendment """"""""""""""" -114.07 Maintenance fee........oouvveiiiiiiii e 2510
CarFi catalog in I|br§ry .................................. 901.06(a) Overcoming abandonment..... 711.03(c). 711.04(c)
Caricatures, Qﬁensnve """"""""""" 608. 1504.01(e) Period for reply......ccccccoviiiieieeiiiiieiee e 714.17
Catalog and IC|r-cuIars ................................... 901.06(a) Certificate of service
gentra: Facsimile Number.....c.:..........é..... |502 % Ex parte reexamination...........ccccovcveercieeennnnenn. 2220
entral Reexamination Unit (CRU) (See also: ice 0 . :
Patent Legal Administration EOPL/)A)() ................... 103, Cert!f?cate, post grant review 901'_04
1002.02(c)(4), 2212.01, 2224, 2227, 2229, 2231, Certified copies
2233, 2235t0 2237, 2239, 2240, 2242. 2245 to Abstract of Title.......cccvveiiiiie e 320
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Certified copies — Claim

Sec. No. Sec. No.
Appeal to federal Circuit.........ccccoocuvveeeernnns 1216.01 Foreign language documents...............cccueeeeenn. 2120
Application as filed.........cccccoeoenenne 608.01, 1730 Foreign patent data................ 707.05(e), 901.05(a)
Certified Copy Center...... 501, 502, 1730, 2209, Foreign printed applications...................... 901.05(b)
2232, 2435, 2803.02 Form PTO-892 reproduced....................... 707.05(a)
Civil litigation........c.ceevriiierieeiee e 1216 INCOITECE ..o 707.05(q). 710.06
Facsimile submission not permitted............... 502.02 Literature, in specification..............c.......... 608.01(p)
Facsimile requests for...........ccocveiiiiieninnnn, 1730 Mailing copy to patent owner................ 2206, 2208
Foreign application... 213.04, 215, 502.02, 1402, Memorandum
1417, 1481.03. 1504.10. 1893.03(c). 2138.06 NOLICES. ..ceiiieiieiiie e
MPEP....cciiiiititeiie e . 1730 Order of listing
(@] (0 [T £30 (o] S 1730 orders.....
Patent COPIES......ccoiiiriiiiieiiie e 1730 Patents series, U.S. (See also: Patent) ....... 901.04
Patent related file Wrappers..........coo..ceee... 1730 Periodical...........cccovviviiiiieniinns 707.05(e), 901.06
PCT application.............. 1801, 1828, 1893.03(c). Prior art effect of international application... 2136.03
1895.01 1896 2139.02 2152.05 2154.01(a)
Photocopies not permitted...........ccccevvveennen. 502.02 Prior art in application.............. 707.05(b). 1302.12
Provisional application................ccccceeennee 2103, 104 Prior art in patent.................. 1920, 2200
Reexamination file CONfIdENtAIY. ... .vvveeeeeereeeeeereerre 2202, 2203
EXPAte ..o 2232 (07011115 11 AU 2205
Inter partes ... 2632 Court deGision...... 2207
Change from small entity status (See also:_Small entity Filing and handling..........c.cccoeviiiniiiiecnnnne 2206
L R 509.03(b) Parties Who may Cite..........cccceeevveiiveeseeinnan, 2203
Change of correspondence address............. -601.03, Service on patent OWNEer..........c.cccovevveeeeeens 2208
711.03(c) ) - ==
Characteristic feature in design applications.. 1503.01 TIme Or filiNg........oooooovviviiiisn -2204
1504.01(a) Publications...........ccococvveiniiiiii, 707.05(e)
Chemical COMPOUN.........ovveveereeerrereererne, 608.01(b) References..........ccocovvviviiiiiiiciccc, 707.05
Chemical practice Allowance in first action.......................... 1302.12
ENGDIEMEN.......ooovveeoeeeeeeiceeeieonne 2164.06(b) From applicant................... 707.05(b), 1302.12
Generic chemical formula........... 2131.02. 2144.08 Citizenship of applicant............ccccceeeeiiiiieneenn. 601.05
Markush....................... 803.02, 2117, 2173.05(h) Civil action under 35 U.S.C. 145........ 121407, 1216,
Chief Administrative Patent Judge.............. 1002.02(f) M
Circulars (See also: _Publication) .............c.cccceveerinenen, C'V'.I action under 35 U.S.C. 146.............. e 1216
Citation of prior art Clalm ............. 608.01(i), 608.01(k)
A.P.C. publications...........cccccoeervriiieennennne. 901.06(c) “Adapted for” clauses_ln... 2103, 2111.04, 214303
ADDFeVIAtUres..............ooovvreee.... 711.06, 711.06(a) “Adapted to” clauses in.... 2103, 2111.04, 2143.03
ADSHACL..v..oeeorerrsreen 711.06. 711.06(a), 2120 Added by amendment.................. e -608.01{0)
Allowance, Listing at...........ccccovcvviinervecninnennn 1302.12 Resglts in change of |nventorsh|p """"" M
Applicants........... 707.05(b). 707.05(d), 1302.12 g‘r’ded in excess of number of claims pre"'°“s;y12"’:‘£g
Complete dgta ........................................... 707.05(e) After prosecution closed.............. 714.16. 714.19
Copies _furnlshed -£07.05(a) After prosecution closed, near end of time period......
COITECHION. ... 707.05(q) 714.20
Correction, period for reply......................... 110.06 AQGregation..........cceeeeeeeeeeeeeeeeseeeenen. 2173.05(k)
Cross references 107.05() All HIOWE....oeeeeeeeeeeeee e 710.02(b)
Data used 107.05(e) All canceled.........cccoovviriiiiiie 711.01
Decisions, orders, notices, memoranda......... 707.06 Allowable except as to form............ 706, 707.07(a)
Defensive publications................ 711.06, 711.06(a) 707.07())
Electronic Resources............cccocoveviiinens 707.05(e) Allowed, Rejection of.................... 706.04. 706.05
Examiners answer.............c.coocviine, 1207 Allowed, Withdrawn appeal......................... 1215.02
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Claim — Claim

Sec. No.

Excess over fee after notice of allowance.. 714.16(c)

Sec. No.

Alternative phrase (See also: Indefinite claim) ..........
2117, 2173.01, 2173.05(h), 2173.05(i)
Amendment of (See also: Amendment) ............ 714
ANAIYSIS...coiiiiiiiiee 904.01
Antecedent basis (See also: _Indefinite claim) ...........
2173.03 2173.05(e)
Basis in description...............c....... 608.01(0), 2171
Basis in disclosure...........cccocvveviineenne 608, 2163.03
Breadth............cco...... 2163.05, 2164.08, 2173.04
Broadening in reissue application............... 1412.02,
1412.03

Dependent claim..........cccooeveiiiieniniennne 1412.03
Cancellation by examiner after appeal........ 1214.05
Cancellation results in change of inventorship...........
602.01(c)
Change after Board statement of allowability.............
1213.01
Combination, old..........cccceeeeeriiiiiiiiiiiiinne. 2173.05())
Combination and subcombination............. 806.05(a)
Combination SetS........cccovveeiiiiiieiiiee e 905.03
COMPriSING....coevvereieiaienae 2111.03, 2173.05(h)
Considered in deciding reexamination request...........
2243
Consisting essentially of...........cccceeiierenee 2111.03
Consisting of.......ccccccevveveennnns 2111.03, 2173.05(h)

Construed in light of specification... 608.01(0), 804
2103, 2106, 2111to 2111.03, 2129, 2145,
2164.08, 2173.02to 2173.05(c), 2181, 2184

Contingent limitations..........ccccccoevvveeiineenne 2111.04
Copied from patent (See also: _Claim presented
corresponding to claim of patent)
Correspondence with disclosure. 1302.01, 2173.03
Defined by specification, term.................... 2111.01
Dependent........ccccoovvieieeiiiiiiiee e 608.01(n)

Dependent, objected to when improper.... 608.01(n)
706.01

Dependent on canceled or rejected claim..................
608.01(n), 706.01, 707.07(j), 1214.06
Design application...............cccvvee.e.. 1503, 1503.01
Differing only by functional statement.............. 2114
2173.05(qg)

Diminishing SCOPEe........coccvvviieeeiiieene. 2173.05(h)
Disclaimer........c.cccoevvveivenenn. 710.02(d), 2304.04(c)
Domestic benefit..................... 210to 211.05, 217
Double inclusion..........ccocoveveiiiiiieneene 2173.05(0)
Duplicate.........ccceevvevvrereenens 608.01(m), 2173.05(0)
Each mentioned in letter..............ccccceeene 707.07(i)
EQUIVaIENCE. ..o 2183
Excess added by preliminary amendment over number
of claims previously paid for...........ccccceeeeinnns 714.10
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Fees, dependent.............occoieiiiiiiiinnenns 608.01(n)
File wrapper notation............cccocveevieeeiiinenn. 1302.09
Foreign priority (See also: _Foreign application) ........
210, 213to 217
FOIrML e 608.01(m)
Function of machine...........cccccooviennnen. 2173.05(v)
Functional.........cccoceeveneee. 2103, 2114, 2173.05(Q)
Generic (See also: _Generic claim) ......... 806.04(d),
2173.05(h)

lllustrated by drawing........... 608.02(d), 2173.05(s)
Improvement (i.e., Jepson claim)...........c.ccoe..... 2129
INACCUIALE. .. e 2173.03
INCOMPIELE....cviiiiiiiee e 2172.01
Indefinite.......cooovieiiiiece, 2173, 2175
Independent...........oocueeeieiiiiiiiiee e 608.01(n)
[0 = PRSP 719.04
INfOrmMal.......cooviiiiiiie 702.01

International application
Interpretation.. 2111, 2111.01, 2111.02, 2111.03

JEPSON. it 2129
Linking.............. 806.04, 806.05(c), 809, 809.03,
821.04(a)
Linking, Generic.......cccccceevruvvnee.. 806.04, 821.04(a)
MATKUSH. ..ottt 2117
GENEIIC. .. etiiee et 803.02
IMPIOPET .. 2117
Indefinite........c.cceeveverennen. 2111.03, 2173.05(h)
Subgenus.......ccceeei 2173.05(h)
SUPPOI..cciiiiiiiee e 608.01(p)
Material or article worked upon..............c......... 2115
Means (See also: Means) ................ 2181 to 2185
MISSING. .t 601.01(e)
Multiple dependent 608.01(n)
MUltipliCity.......ccovveiieireennnns 2173.05(n)
Negative limitation...........cccccevvveeerineennnn 2173.05(i)
New matter................ 608.04, 608.04(a), 2163.06
Reissue application...........cccccoeciieieennnns 1411.02
Nonelected invention...... 803.02, 821.01, 821.02,
821.04(a)
Nonelected invention, Added..............ccccu..... 821.03
NONSLALULONY......eeeiiiiiiiiiiieeeeeeeeceeeeeee 2104 to 2107

Novel, nonobvious starting material or end product....
2116.01

NUMDEING....cvviieeiiiiiee e 608.01())
Objection contrasted with rejection................ 706.01
Official Gazette(O.G.).....cocevevviierieieiiiieene 1302.09
OMNIbus ClaiM.......cccoooviiiiiiiicieee 2173.05(r)

Ordinary and customary meaning.... 2106, 2111.01
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Claim — Classification examiner

Sec. No. Sec. No.
Patentably distinct...........ccccoooiieiiiininne. 608.01(m) Appeal of reJection..........ccoocueveeeiiiiiiiecee s, 1200
Plain meaning of claim term........................ 2111.01 Disclaimer rejection............ccccceeeeriveeennn. 2304.04(c)
Plant application...........c.cccoecvvveeeinninnen. 1605, 1610 Late amendment.........c.ooovvvvvvvviiieeeeeeeeeeeeeennn 714.19
Present on Filing Date................... 608.01(1), 1410 Not a reply to Office action...........cc.cceenee 711.02(b)
Priority (See also: Foreign application) .... 210, 213 Patent in different Technology Center...... 2304.01(b)
to 217 Period for reply..........cccco....... 710.02(c), 710.04(a)
Product, Functional...........c.ccoooieinnn 2114 Prosecution closed..........c..cccvvveververeceenen. 714.19
Product by process..................... 2113, 2173.05(p) REJECHON. ... 2303
Prolix (See also: _Indefinite claim) ......... 2173.05(m) TC Director’s attention.......eeeeeeoe, 1003
Ranges..... 2131.01, 2131.03, 2144.05, 2163.05, Rejection, Failure to reply to.................... 2304.04(c)
2173.05(c) SPECIAL. ... eeeeeeeee e 708.01
Reference numerals included.................. 608.01(m) Claiming same invention............ 715. 715.05. 2104,
2173.05(s) 2107.01, 2135, 213501, 2136.01, 2136.05(a),
Reissue application 2139.03, 2146to 2146.03(a), 2152.07, 2154.01(d)
NUMDETING......oovrii, 1453, 1455 ClaSS, SCOPE.....cvvererrerereerersreereeresesserienans 903.02(b)
Original claim subject to examination........... 1440 Class definitionS...........coeveeeeeeeeeeeeeeeeeeeen 902.02
Printed in Official Gazette .......................... 1455 Classification (See also: Patent classification) ..... 900
Same invention as original patent........... 1412.01 Application (See also: _Classification of application)
Underlining and bracketing............... 1453, 1455 BASIS. ... cveeeeeeeee e, 903.02
Rejection.........coooeici 706, 2121to 2187 Cooperative Patent Classification System (See also:
Relative terminology...........ccccvvveeeiiinnnn. 2173.05(b) Cooperative Patent Classification) ...... 902, 905.02
Renumbering at issue 608.01(j), 1302.01 Definitions
Renumbering dependent.......... 608.01(n), 1302.01 FOr CPC....e 905.02
Single means......... 2164.08(a), 2173.05(g), 2181 For USPC.....cc.ccoveveineennnns 902.02, 902.02(a)
Single sentence.........ccoccveveeeiiiiiiee e, 608.01(m) DeSIgN....cciiiee e 907, 1503.01
Species, how recognized........ 806.04(e). _806.04(f) Examiner (See also: Classification _examiner)
Species (plural) added...........ccceevuvveernnnn. 818.02(b) Foreign patents........cccveeeeeiiiiene e 903.03
Statutory requirement...........cccceoeevivveeeeenns 608.01(k) Harmonized subclasses...........c..cccevvveeennnns 903.06
Subgenus (Markush type).........ccccoocuveee. 2173.05(h) Index to U.S. Patent Classification...................... 906
Subject matter eligibility................... 2104, 2106 to Classification, International
2106.07(c) INGICES. vt 902.03
Suggested for interference... 2304.03 to _2304.04(b) INFOrMAtION. ... 902.03(a)
Failure to make..........c.ocoviiinn -2304.04(c) INEEIrNALIONEL ... ...cecvevevereeceeieies e eeeeieree e 906
Time limit........coooiiii 710.02(c) Issue classification form/sheet/slip..... 903.07, 907,
Summary of invention, consistent............. 608.01(d) 1302.09, 1302.10 1302.13
Terminology basis in description 608.01(0) Locarno International.............ccceeeeeiiiieiienininen. 907
2163.02, 2163.05, 2173.01, 2173.05(a) MANAALONY... ..o 903.07
Unsupported..........ooeviieinnns 2163.01, 2173.03 Manual for USPC........ccovuiuriirininineinens 902.01
USE ClaimS.....ccooviiiiiieiiec e 2173.05(q) Patent classification Home Page on the Internet........
Vague (See also: Indefinite claim) .... 706.03, 2171 902.03(a)
to 2173 Nonpatent iterature..............o.oceeverrverevennnns 901.06
Varying SCOPE.........cvummninicicnns 608.01(m) Patent, Change Of...........cccecveveveeverceerireennns 903.05
“Whereby” clauses in...... 2103, 2111.04, 2143.03 Patent Classification Home Page on the USPT!
“Wherein” clauses in....... 2103, 2111.04, 2143.03 INTrANEL......coiieeiee e 902.03(b)
With motion granted in part...........ccceeeerveen. 714.20 Principles
Withdrawal of appealed claim by cancellation............ REVISION.....cciiiiiiiee e
1214.05 1215.03 Statutory authority..........coovvveeeeveeeeeeenan. 903.01
Claim presented corresponding to claim of patent (See Classification examiner
also: _Interference) .................. 710.04(a). 2304.4(a) Patentability repOrt.........cocovveveeveereeenn, 705.01(a)
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Classification of application — Confidential material submission

Sec. No.

Classification of application.............ccccocveeviinrennne 900
Allowed application........... 903.07, 1004, 1302.10
Amendment affecting 909.01(c)
By appliCant..........ccoeeviiiiiiiie e 601
Cross-referencing........ccccovceeeeviieeesieeenenn. 903.07(a)
Disputed........coeeeeieeiieieinnens 909.01(d). _909.02(d)
File wrapper data.........cococeivveeeniiieeniieeniennn 719.03
Improperly classified.............. 909.01(d). 909.02(d)
New application, by Office of Patent Application
Processing.......cccccevveeveenenns 909.01(a). 909.02(a)
New application, by SPE........ 909.01(b), 909.02(b)
Post classifier...........ccocevveernnne. 909.02(e), 903.10
Preliminary...... ..o 601
Rules governing.........ccvcvveeveeveiiieeeniieens 909.02(e)
Transfer to another Technology Center..... 909.01(d)
Classifier, POSt...........ceeevievieieeiins 909.02(e), 903.10
Clean copy of specification......... 608.01(q), _1302.02

Clearance for new law interpretation... 1003, 1207.02
Closed prosecution except for formal matters...............

707.07()), 710.02(b), 714.14
Prosecution not closed..........ccoccooevvvvvvvnnnee. 707.07(j)

Closing of U.S. Patent and Trademark Office.... 213.03
510

Code of Federal Regulations (CFR) (See also: _Rules

Sec. No.

Common applicants.... 709.01, 715.01(a), 717.02to

717.02(d), 2136.01, 2137, 2139.03, 2146to
2146.03(a), 2148, 2152.07, 2154.01(d), 2158.01
Common knowledge, use in rejections............... 2143,
2144.03

Common ownership.. 717.02 to _717.02(d), 2136.01,
2137, 2144.01, 2146to 2146.03(a). 2154.02(c),
2156

Conflicting claims.. 303, 608.01(m), 709.01, 804,

822, 2136.01, 2139.03, 2146.03, 2152.07,
2154.01(d), 2158.01, 2304.05

Requirements to establish..... 717.02(a), 717.02(b),
2146.02

Common representative for international application.....

402.09 1807
Communication with suspended or excluded attorney
OF AGENL....ciieiiiiiiee e 105
Communications, official mailing address for........ 501
Communication via Internet e-mail................... 502.03
Comparative tests (See also: _Affidavits, traversing
rejections (37 CFR 1.132)) ....ccccvvevevvveennen. 716.02(b)
Complete application........ 506, 601.01to 601.01(qg)
Complete British specification................ccc....... 214.03

“Comprising” as transitional phrase 2111.03
“Comprising” in Markush claim... 2111.03, 2173.05(h)

Patent (Code of Federal Requlations)) Computer generated electronic images..... 1504.01(a)
Coinventor, Power of attorney.............cccceeevveene 402.10 Computer programs or software
Collateral estoppel (See also: _Estoppel) ....... 2012.01 Adequate disclosure 2164.06(c), 2181
Ex-parte reexamination...............c..cccceeeevene.n. 2259 Affidavit practice..........cocvvvveiiieeeiiinenns 2164.06(c)
Combination and aggregation.................... 2173.05()) Best MOde.......coooviiiiiiii 2161.01
2173.05(k) Computer Program Listing Appendix... 601, 608.05
Combination and subcombination............... 806.05(a) 608.05(a)
806.05(c), 903.02(b) Deposit of listings...........ccevevennen. 608.05, 608.05(a)
Comments on tests or examples................... 707.07(1) Enablement...........ccccoeeiiieennn. 2161.01, 2164.06(c)
Commercial activity or explotation as on sale (See also: Patentable subject matter...... 2106, 2106.04(a)(1),
On sale) .......... 2120.02, 2133.03to 2133.03(e)(7), 2106.04(a)(2), 2106.05 to 2106.05(h)
2139.02 2152.02(d) Printed in PG-PUD..........cc.ccoeververeeeeererrn, 1121
Commercial success of invention, affidavit alleging (See Undue experimentation............c.oo....... 2164.06(c)
also: _Affidavits, traversing rejections (37 CFR 1.132)) Written description...........cccvveeeeiiiiiieeeeesiinnns 2161.01
......................................................... 716.03, 1504.03 o
Commissioner for Patents (See also: _Office of the Concealment """"""" 608.0L{h). .2138.03, .2165.04
Commissioner for Patents) .............. 409.03, 708.01 Conception....... 715.07, 2136.03t0 2137, 213810
Duty of Disclosure t0.........cccceevevveeviveeeiennnnn 2001.03 2138.06 . . -2163
Mailing address........cccoovvveeiiiiiiniee e 501 Concp .rda.n ce, International and United  States
- classification..........ccccovviiiiiiei i 906
Statutory basis. ..o 1001

Commissioner initiated reexamination (See also:

Director initiated Reexamination)
Commissioner for Trademarks

Petitions decided by.........ccoccvieiiiiiiinnn. 1002.02(i)
Commodity Control List (CCL).......ccccevcvvreriiviennnen. 120
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Concurrent Office proceedings....... 2282 to _2286.01,
2820

Conduct in public information facilities................... 510

Conduct of ex parte reexamination proceedings.........
2254

Confidential material.................. 121, 724 to 724.05
Confidential material submission............ 121, 724.02
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Confidential party of interest — Continuation-in-part

Sec. No.

Confidential party of interest.................... 2202, 2203
Confidential status of application......... 101, 2136.01
2154.01(d)

Same applicant..... 608.01(m), 709.01, 804, 822,

2120.02, 2136.01, 2146.03, 2154.01(d)

Rule 1.53(d)...ccccverriviiiieiiinienie e 201.06(d)
Confidential submission of prior art and section 301
written statements...........ccoceveverieenineenn, 2202, 2203
Confidentiality, pending applications...................... 100
Confidentiality of international applications........... 110
Confirmation NUMbBEr...........cccoviiienc e 503
Conflicting applications, same assignee.......... 709.01

715.01(b), 804.03, 822, 2136.01, 2141.01, 2146,
2146.01, 2146.02, 2146.03, 2146.03(a), 2148,
2152.06, 2154.01(d), 2154.02(c). 2158, 2158.01

Conflicting oaths or declarations.................. 602.01(c)
Congress, Inquiry on status of application by member
OF e 203.08(a)
Conservator, unavailable joint inventor............. 409.02

“Consisting essentially of” as transitional phrase..........
2111.03

“Consisting of” as transitional phrase............. 2111.03
“Consisting of” in Markush claim.................. 2111.03
2173.05(h)

Constitutional basis for patents............ccccevcviiriieennneen.

Constructive election (See also: _Election of species)
.................................................. 818.02(a), 818.02(c)

Constructive notice to patent owner of request for

reexXamination...............evuveeeeeeeeeeeeeeieieee e e 2230
Constructive reduction to practice.................... 715.07
Consular certificate..........coeeeieiiiiiiiiiiiiiininnns 602.04

Consular certificate, Foreign executor or administrator..

409.01(b)

Consular certificate, Omission of...................... 602.04
Consular offiCer........cccoviveiiiiiiieeee e 602.04
Content of ex-parte reexamination request........ 2214
Continuation............... 201.06(c), 201.07, 601.01(a)

Abandonment of prior nonprovisional application ......

201.06(c)

Affidavits, copies Of...........ccocceeiiiiiiiiinnnns 201.06(c)
Assignment carried from parent...........ccccoecveene 306

Change of attorney/correspondence address............

201.06(c)
Continued prosecution application (CPA)... 201.06(d)

COPENTENCY....eveeeiieee i 211.01(b)
Cross-reference to prior application.......... 202, 211
Definition

DESION. .ee ittt

Effective filing date

Examination

Rev. 01.2024, November 2024

Index-18

Sec. No.
Extension of time..........ccccceeeviiiieeieniiinen, 201.06(c)
File wrapper continuing (FWC) .. 201.06(b)
File wrapper/history notation...............cccceevveenne 202
Final rejection on first action..................... 706.07(b)
Incorporation by reference......................... 201.06(c)
Identification on letter of transmittal.................... 506
Inspection of parent..........cccceevvieeeiiieeriiee e, 103
International application.............ccccoccceeeeennn. 1828.02
International application as parent........... 211.01(c),
1895
Inventor, at least one in common................... 211.01
INVENOrShIP. ... 201.06(c)
New matter........ccccceevvvvveereeniins 201.07, 608.04(b)
Oath.......ccovevnrns 201.06(c), 602.05(a), 602.05(b)
Parent application data noted in file history/wrapper...
202 1302.04
Reference to parent application................ 202, 211
Reference to parent application inadvertently
OMILEE. ..o 1302.04
Reissue......... 1402, 1410.01, 1410.02, 1412.03,
1415.01, 1441, 1451, 1455, 1460, _1481.03
RESHHCHON. ...t 819
Rule 1.53(b) 201.06(c)
Rule 1.53(d)....cccverrrniieiiienie e 201.06(d)
Rule 1.60 application, Former................... 201.06(a)
Rule 1.62 application, Former................... 201.06(b)
Small or micro entity status...............c....... 201.06(c)
Specification and drawings............cccccueeene 201.06(c)
Substitute statement under 37 CFR 1.64... 201.06(c)
Terminal disclaimer, effect in............ccoeeevivvnnnes 1490
Time for filing.......ccoeeeviiieiee e 211.03
When patented, opens parent application to public
INSPECHION......viiiiiiiiiiiie e 103
Written description requirement..................... 211.05
Continuation-in-part...............c...... 201.08, 601.01(a)
Assignment from parent does not apply............. 306
COPENAENCY....eevieieeiiiiieiee e 211.01(b)
Cross reference to parent application....... 202, 211
DefiNItioN......ccceviviiiiiiie e 201.08
Design application...........ccccooiiiieeeniiiinneenn. 1504.20

Effective filing date...... 211.02, 2133.01, 2139.01,

2146.03(a), 2151, 2152.01
File wrapper continuing procedure............ 201.06(b)
File wrapper/history notation 202
Filed by assignee.........c.cccccooiiiiiciineenn. e 324
Identification on letter of transmittal 506
Inspection of parent...........ccccceeeiiiiiiiieee e, 103

International application used as mechanism to file....
1828.02
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Continuation-in-part — Order for

Sec. No.
International application as parent............ 211.01(c)
Inventor, at least one in common................... 211.01
OWNETSNIP...eiiiiiieriee e 306
Reference to parent application..................... 211.02

Rejection over publication of parent application.........

2133.01 2154.01(b)
Rejection over published priority document................

2154.01(b)

Rule 1.53(D)...ccccviiiiiiiiiiiiiieeic e 201.06(c)
Rule 1.62, FOrmMer.......ccooeevviveeiiiiiieeeeennnn, 201.06(b)
Time for filing.......cccovviiiiii 211.03
When patented, opens parent application to public
INSPECHION. ....eiiiiiiiieie s 103
Continued Prosecution Application (CPA)....... 201.01
201.06 201.06(d)
Amendments before first Office action...... 714.01(e)
Application number............ccccoiiiiiii 503
Assignee right to take action..................... 324, 325
Certificate of mailing or transmission.................. 512
Complete non-provisional application........... 601.01
601.01(a)
Continuation-in-part not permitted................. 201.08
Continuity with parent.............ccccoveeveiineen. 211.01(b)
Correspondence........ccccveeeeeiiciveeeeeeennns 502, 502.01
Cross reference to previous application.............. 202
Design application.................... 201.06(d), 1502.01

Eliminated for utility and plant applications.................
201.06(d)
Express abandonment of prior application.... 711.01

711.02(b)

Extension of time..........coovvviiviiiiieieeeeeees 201.06(d)
Filing date.......cccoeeeieiiiieee e, 201.06(d)

Improper CPA treated as RCE... 201.6(d), _706.07(h)

Information disclosure statement in parent.... 609.02
707.05

INVeNtorship.......ccceeeeeeciiieec e 201.06(d)
Patent term.........ccccvvveeievvii, 1303, 2701
Plant application, no longer available........ 201.06(d)
Public access to........ccccvveveiiiieiiienecnnn 201.06(d)
Published as PG-Pub...........ccccoooiiiiinin. 1120
REISSUE.....oii i 1430, 1470
Reference to domestic benefit claims.......... 1302.04
Restriction requirement in prior application........ 819
Signature Requirements............c.cccceeeuennee 201.06(d)
Small or micro entity status....................... 201.06(d)
Suspension of action............cceeeeeeiriiieeeeeniiieeen. 709
Terminal disclaimer, effect in........cccceeeeviieinnnn. 1490

Utility application, no longer available....... 201.06(d)
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Sec. No.

Continuing application............... 210, 211, 1302.12,
1302.04

Specific reference..........ccccvieiiiiniinenn. 202, 211

Continuing data (See also: _Cross-noting) ............ 202

Continuity between applications................... 211.01(b)

Control of inspection by assignee................ 104, 106

Convention, International (See also: _Treaties) .............
213.03

Converting nonprovisional and provisional
applications..........ccccevveeniiieniinenn. 201.04, 601.01(c)
Cooperative Patent Classification System (CPC)..........
902 905
Classification in...........cccccceeveunen. 905.03, 905.04(b)
Combination SetS.......ccccvvvvevieiiiciiiiee e, 905.03
DEfiNitioN......cciiiiiiiiiie e 905.02
References in Definitions 905.01(a)(1)
SChEME...ciii i 905.01
Warnings in Definitions 905.01(a)(3)
COPENAENCY.....eeiiieeiiiieeie e 211.01(b)
Copending u.s. application

Common ownership..... 717.02(a), 2136.01, 2146,
2146.02, 2146.03, 2146.03(a), 2148, 2152.05,
2152.06, 2154.01(c), 2156, 2158, 2158.01
Design application...........ccccooeiieeeeiiiinneenn. 1504.20

Different inventive entities....... 717.02(a), 2136.01,

2136.04, 2136.05(b), 2146.03, _2146.03(a),
2152.07 2154.01(d)
Duty of disclosure in...........cccceveeeviivnnennn. 2001.06(b)
Terminal disclaimer practice..........ccccoecuveeeeennn. 1490
Copied patent claim (See also: _Claim presented
corresponding to claim of patent)
COPIEI COPIES....ccvvvieeeeeceiieee e 714.07
Copies of prior art with reexamination request
EX PArte oo 2218
Copies of published applications........................ 1128
Copy of foreign application, certified..................... 215
Copy of printed patent in reexamination
EX PArte oot 2219
Copying ex-parte reexamination file by public..... 2232
COPYNGNES...oiiiiiie e 608.01(v)
Relationship to design patents.............cccceee..... 1512
Correction of drawing.................. 608.02(p). 1302.05
Annotated sheets...........ccceveviiiiiieiniiees 608.02(v)
Approval by examiner............ccccceeeeeiinnennn. 608.02(x)
Deferrable............ccc.......... ... 608.02(b), 608.02(p)
Marked-Up COPY.....ccocvrrerireenriieeiiiee e 608.02(v)
NEW MAEr.......oeviiiiiiiiiee e 608.04
NOt @PProVed.....c.coiiiiieiieiiiiiiieee e 608.02(x)
Order fOr.. ..o 608.02(x)
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Replacement sheets — Customer Numbers

Sec. No.

Replacement sheets..........ccccc....... 1302.05, 1303.01

Correction of inventorship
Application...... 601.01(d) to 601.01(g), _602.01(c),
605.04(q)

Consent of asSigNEe.........ccovvvveriiieeinieeens 602.01(c)
Continuing application 602.01(c)
During ex parte reexamination.................... 2250.02
In a patent
By a certificate of correction..... 602.01(c), 1402,
1481 1481.02
By filing a reissue application..... 1402, 1412.04
1412.05
MiISJOINAET.......ooviiiiiriiieiiee e 1402, 1412.04
Correction of name................... 602.01(c), _602.08(b)
Correction of patent..........coccoiiiiiiineer e, 1400
By reexamination (See also: Reexamination, Ex parte
) Reexamination, Inter partes )
By reissue (See also: Reissue application) ..... 1401
to 1470
By supplemental examination (See also: Supplemental
eXamiNAtion) ..........cceeeeeeiiiiieee e eiieeee e 2809.01
Certificate of correction...................... 1480 to 1485
Statutory disclaimer (See also: Disclaimer) Terminal
dISCIAIMEN) ..oiieeiiiiiee e 1490
Correction of PG-Pub.........cccccoiiiiiie 1130
Correction of reference citation..... 707.05(9). _710.06
Correspondence  (See  also: Mail __ stop)
Address of PTO......cccoviiiiiiiiiiieee e 501, 502
Address in secrecy order applications................ 120
Address of patent owner....................... 2222, 2805
Address, official mailing..........ccccooociieiiiine. 501
Address of an attorney.. 403, 403.01(a), 403.01(b)
Boxes (See also: Mail stop)
Continuing application............ccccceeeevivneeen. 201.06(c)
Crossing in Mail........cccovcvveiiieeeniieenee e, 714.05
Duplicate filings.. 402.10, 403, 502.04, 714.01(a)
Electronic mail....... 502.03, 713, 713.01, 713.04
Facsimile transmission........... 502.01, 2510, 2515
Identifying with issue batch number (no longer
required)........oeoeeiiiiee e 1303.01
Maintenance fee............cccceeu. 2510, 2515, 2542
Plural attorneys.........ccccocveeevivveennne. 402.10, 403.02
Post Allowance..........ccoceeeeeeeeeeiiiiiininnnnnn, 502, 1306
Published application............ccccceeeiiiiiieeeeinnins 1134
Receipt and handling..........c.ccccevvieeiiieiinieeee 500
Reexamination, ex parte ........cccccceeevivvveneeenns 2224
Signature requirements.........c.cccoecveeeeerininne. 502.02
Design patent practitioner........ 502.02, 1502.02
Third party, application published..................... 1134
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Sec. No.

With whom held...........cccooviiiiiiii, 403
Counter terrorism inventions, special status..... 708.02
Counting actionS.........ccvvvieeiiiiiiee e 1705
Countries for foreign priority.........cccccceeevveeennee. 213.01
CoUNLrY COUBS.....uuiiiieiiiiiiiee et 1851
Court decision
Citation Of.......ccovviiiiiiii e, 707.06
Dissemination of...........ccccvviiiiieiiiiiiiiieeeeeeee, 1720
Entry in patent file.........cccccoviiiiiii e 2207

Treatment of

Court of Appeals for the Federal Circuit (CAFC)...........
704.11(a), 706.07(h), 710.02, 710.02(e), 711.02(b),
716.01(a), 716.03, 716.06, 1002.02(k)(1).
1002.02(k)(3). 1214.06, 1216, 1216.01

Appeal to, from an ex parte reexamination...... 2279
Court papers, service on Director..........cc..ccec..... 1216
Cover sheet — provisional application............. 201.04
CREATE Act (See also: _Joint Research Agreement)

Credit Card Payment Form PTO-2038 reproduced.......
509

Criteria for deciding ex parte reexamination request.....
2242

Cross-noting

Data of parent application on file wrapper/history......
202 1302.09

Data of provisional application in specification...........
1302.04

Data of provisional application on file
WIAPPEITNISIONY.......vveeeiiie e 202

Data of related application in application data sheet...
211.02 1302.04

Foreign application cited in an application oath..........

202, 214.03
Foreign application, file wrapper/history............. 202
In original patent file of reissue application......... 202
Reissue applications............ 1451, 1455, 1481.03
Specific reference.........cccccoeeviiiiiiiinen.. 202, 211

Cross-reference
Another application (See also: _Cross-noting) ...........

608.01(p), 1302.04
At allowance.........ccccceevvcviereeninne 903.07, 1302.04
CItiNG. e 707.05(e)
Noted during examination......................... 903.07(a)
Required for all claimed disclosure........... 903.07(a)
Crossed Mailings.......ccccoeevvvvvieeeiiiiiee e 714.05
Current Employee Restrictions..........ccccccoeveeeeeee. 1702

Customary meaning of claim term..... 2111, 2111.01,
2173.01

Customer Numbers..... 402, 403, 711.04(c), 1807,
2515, 2540




INDEX

Customer Numbers — Defense, applications affecting

Sec. No. Sec. No.

Change of address..........ccocovveveeeevseerennn. 601.03 Decision

Correspondence relating to By Patent Trial and Appeal Board..... 1213, 1302.14
Customer Service Center....... Dissemination of.............ccoceviiiiiiiiniiicine 1720
1730 Ex-parte reexamination
Customer Service Window..... 101, 103, 501, 502, Reconsideration of...........ccccceeniiineennn.

505, 710.02(e). 714.13, 714.16(d). _724.02, TreatMment Of ........oooveveeeeeeeeeeeeeeeeeeeee 1721

2413.03 2433 CIAtION. ..o

Denying ex parte reexamination request......... 2247
Ex-parte reexamination review petition............ 2240
Governs examiner's action..........cccoocveeevieeenineesnneens
LIStEA. .. ee it Al
Ordering ex-parte reexamination
D Public availability...........c.ccceiiiiiiniiieiiee e
) Publication of..........ccccevviiiiiiin

D-10 NOtICE....ceeeeeeeeeiieiee e 130, 1304.01 Declaration (See also: 0ath) ..........oooorrvvvvveeeeenr...

Damage, Proof of irreparable....................... -409.03(q) AMENAMENL......uviiiiiiiie e 602.01

Databases  (See also: Electronic _databases) Attached to specification................. 602, 602.08(c)

Date . .

Amerdment. 505, SIL. 512 71008 71005, Goped ting ot

Citation of foreign patent........ 901.05(a). 901.05(b) ng;ejff;rencs:;;r] APPHCAUON. .o %

COMENLON. .o 20 e s

Filing...... 211.02, 502, 503, 505, 506, 506.02, - VPN

1002.02(b) Delayed filing........ccccoovvivieneeninicnn. 506, 601.01(a)

of EFS-Web transmissions........................ 502.05 Executed before alterations made............. 502.08(b)

Filing, Refusal to accord...........ccccooeieieeennns 506.02 Facsimile tranSmission................c...... 502.01, 602

Foreign application (priority)........ 210, 213to 217 Foreign priority applications listed............ 202, 214

INVENLION......coiiiiiice e 2137, 2138 International application.................. 1820. 1893.01

Maintenance fees due...........cccoeeeeeveivennenen. 2506 1893.01(a), 1893.01(a)(L), 1893.01(a)(2).

= 1893.01(a)(3). 1893.01(e), 1893.03(a), 1893.03(b).

(@] 1 o73r=Tox 1 o] o IO 707.11 1893.03(q) 1895

Office stamp.......... 502, 505, 506, 512, 714.18 Inventor refuses to sign or cannot be found................

Reference..... 707.05(e), 715, 715.01, 715.01(c), 602.08(b)

2120 212001 MINOK, BY oo 409
Date of execution of 0ath...........cooovviiiniiinnnens £602.03 NON-ENGISN......vveoovveoereeeeee e 602.06
Death of attorney...........cccccovvieiiiiiniiiiiiciee 406 Plant patent application..............cocovweveeeeereeen. 1604
Death of inventor (See also: Administrator or executor) Refers to preliminary amendment............ 601.01(a)
........................................ 409, 409.01(a), 409.01(b) 602.01(b)

Deceased inventor Reissue application...... 1405, 1410.01to , 1414,
Allowance not withdrawn..................cceeenne... 1303.03 1414.01to 1414.03, 1418, 1444, 1451, 1455
Legal representative as applicant............. 409.01(a) Signed before alteration..............cccccovveeunennne. 602.08
409.01(b).. 1806 SUBSHHULE. ... 602.02

Proof of authority of..........c.ccovivniiinnnns -409.01(b) Declarations, conflicting..........ccccovvveevernenn. 602.01(c)

Legal representative refuses to sign.......... 409.03(c) Dedication to the publiC...........coevvereereene.. 715, 1490
Deceptive intent (See also: Fraud) Inequitable conduct) Defective oath...........cccveiiiiiiiiiiice 602.03

Foreign filing licenses..........ccccvvvieviicniieccnneen, 140 In reissue application.................... 1414 to 1414.03

Inventorship.........cocoeeviiiiiiccce, 602.01(c) Defects, correction of, in request for ex parte

Reissue......... 1401, 1412.02, 1412.03, 1412.04, reexamination...........ccccveeeeveeeevveeesenee e 2227, 2231

1414, 1414.02, 1414.03, 1444, 1448, 1451, Defense, applications affecting......... 115, 120, 130,

1457 1481.02 1490, 2012 140
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Defensive publication citation — Deposit rules

Sec. No. Sec. No.
Defensive publication citation....................... _711.06(a) Need for 37 CER 1.312 amendment....... 2411.03
Defensive publication program....................... £11.06 REISSUR. ...vveveveeceeeeies s e e eneneneeeesennes 2407.02
Deferral of examination...........cccccocvevivveinneeinieeens 709 Rejections based on deposit issue.......... 2411.01
Definitiqn of US.PC Cl‘?‘ss . Responses from applicant....................... 2411.02
?gé%gggon of Director's authority....... Furnishing of samples..........cccococovveverveeerenens 2410
. . . Access to depositS........cccevvriiiereennnernan 2410.01
Demonstratlon at |nterV|eW.._ ...... s 713.08 Certification of availability of deposit...... 2410.02
Denial of request for reexamination..... 2247, 2247.01 . .
Department of Energy (DOE).. 115. 140, 150, 151 Conditions of deposit..........cccccovveeerineens 2410.01
2104.01 ' ' ' ' Exception to removal of restrictions........ 2410.01
Dependent claim..........ccccooiiiiiiiiiiieeees 608.01(n) Resrictions removed upon grant............ 241001

Objected to when base claim is canceled.................. Known and readily available biological material........

608.01(n). 707.07() 2404.01 ,

Reissue.. ... 1402, 1412.03. 1415. 1453. 1455 Budépe§t Treaty deposit..........coevvereneene 2404.01
Dependent claim, objected to when improper............... Continuity of aCCess........ccccevvvverrierernn. 2404.01
608.01(n) 706.01 Deposits certified as available................ 2404.01
Deposit ACCOUNT..........cceeveiirienieiree e 509.01 2410.02

AUthONZAtONS......o..eooeeereo 509.01. 1302.04 Health, safety restrictions. .......c...cc..... -2404.01

Extensions of time.........cccceveiiieeeiiiecnnee. 706.07(f) Indicia of "known and readily available”.... .2404.01

International applications................. 1850, 1875.01 Material capable of self-replication.............. -2403.00

ISSUE f€€...rrerorreerreeee 1303, 1306, 1308.01 Direct Self-replication..........ccweisvesve -2403.01

Maintenance fee....................... 2510, 2515, 2522 Indirect Self-replication.............cc..vwee. -2403.01

OVEIAraWN......eveeriiee et 509.01 Need for a deposit.............w... 2402, 2403, 2404

Petition fe€.........ccovvvvieiiieieieeeeeeee e, 711.03(c) Non-Budapest Treaty deposit.............c..... -2404.01

Refunds.. .. . 509. 509.01. 607.02 Plant material............cocooviiiiie e 2403.02

Replenishment.............cccoooiiiiinnn. 509.01, 1730 Plant Patent Act, Relation to -2403.02

Mailing address........ccoeeeviviiniiee e 501 Reference to depositin application... 2404, 2404.03
Deposit Account DiViSion..........ccccoovveeenreeennnee. 509.01 Implic.ation, presumption............. 2404. 2404.03
Deposit of microorganisms (See also: _Biotechnology) ;zleg;lézrr;ents of 35 U'S‘Zi'oilz """"""""" 2&%‘
............................ 1605, 1823.01, 2402to 2411.05 2164.06(a).. ) E—
Deposit of correspondence..........cccoovvveevieeeininennne 502 Replacement or supplement of deposit........... 2407
Depositions After a patent has issued................c........ 2407.02

EVIAENCE. ......oooeeeeeeeeeeeeee e 1901.02, 2013 Exemption from replacement -+ 2407.05

Of @XamiNer.......ccocieiiiiiieiiceec e 1701.01 Fallure 10 replace. ..oo..oovvrssssvvresssvvnes -2407.03
Deposit rules (See also: Biotechnology) ............ _2400 In a pending application..................c..... -2407.01

Acceptable depository...........cccevviiriieeinieennns 2405 Reason for replacement.. """"""""""""" -2407.04

Biological material, definition................ 2402, 2403 Replacement no_t.recognlzed......' """"""" -2407.06

Biological material, made or isolated without undue Request for certificate of correction......... -2407.02

EXPEriMENtation..........cc.ccvervevereeceerererennenn. 2404.02 Treatment  of replacement, presumption ~ of

Budapest Treaty (See also: Treaties) ........... 2402 IHENTILY. ... 2407.04

Budapest Treaty depoSHONiEs. ............ooovoo..... 2405 Seeds............. s 2403.02

Depositories, Current list of Budapest Treaty..... 2405 Term of deposit.........eeeveiiiiiiieei e, 2408

Examination procedures.................. 2411, 2411.01 Budapest Treaty term. .............occvvresssssvve -2408

After grant.......coooeeeviiennieeenie e 2407.02 Enforceable life Of patent..........coorvvvvvrsssvve -2408

Application in condition for allowance except for Time for making original deposit...............c....... 2406

EPOSIt....eiiieiiiiieiee e 2411.03 Assurance regarding deposit before payment of

Certificate of correction............cccceeenuneen. 2407.02 ISSue fee.... """"""""""""""""""" 2406, 2411.03

Content of application regarding deposited Corroboration..........cccoeecvveee e 2406.02

Material........ccoeririiieniiieseeee e 2411.05 Description in application specification..... 2406.01
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Sec. No. Sec. No.
During application pendency........................ 2406 Copyright, Relationship to.........c.ccocvveieeiininnee. 1512
Loss of U.S. filing date in other countries..... 2406 Definition.........coovininii 1502
2406.03 Description 1503, 1503.01
NEW MAEr....ccvveiiiiie e 2406.01 Disclaimer.................. 1503.01, 1503.02, 1504.04
Patent Cooperation Treaty applications.... 1823.01 Disclosure.................. 1503.01, 1503.02, 1504.04
Post-issuance deposits.........c.cccevveeeiiieeenns 2406 Divisional application.................... 201.06, 1504.20
Viability of deposit........ccccccveeviiiiiineiieens 2409 Double patenting........c.ccoeceeevrveeenenen. 804, 1504.06
Viability statement...........cccccooiiiiiiiiiiinen. 2409 Patent Term Filing Date...........cccccceeeuee 804, 1490
35 U.S.C. 112 requirements...... 2402, 2403, 2404 Drawing.......... 1503, 1503.01, 1503.02, 1504.04
Deputy Director of Patents and Trademarks.................. Broken lines 1503.01, 1503.02, 1504.04
1002.02(0)._ 1202 COlON.. e 1503.02
Derivation proceedings........ccccovveveeeeeeiiiiieeeeennnne 2310 TrAAEMAIKS oo 1512
Action once instituted.............ccccceviieiieiieenn. 2313 EES-WED.. oo 502.05, 1730
Action after decision...........cccooeceveviieeiiiee e, 2315 Embodiments, alternate or multiple............ 1503.01
Board acCtion...........ccceveviiereriiee e seee e 2314 1504.01(b), 1504.05
Certificate.. ... Enablement...........cccooveeviiiennn. 1503.02, 1504.04
Definition............ European Community Design treaty............ 1504.10
Jurisdiction Examination... 1504, 1504.01, 1504.02, 1504.03,
Statutory basis...........ccceeeeveeererreereeeeenns 2310.01 1504.04
Technology Center practice specialist... 2311, 2315 Expedited Examination............ 501, 1002.02(c)(3),
Derogatory remark regarding prior art.......... 608.01(r) M
Description REISSUE.....coiiiiiiiiiiiiiie 1457
Basis for claim....... 608.01(0). 2161. 2163, 2166 Expert testimony.........c..cooeeiiiiiiineiniiieeeee 1504.03
COMPULEr PrOGraMMING.......vve.rovveeerreeeenn, Feature emphasized..........ccccoceviivieeeniieenne 1503.01
Detailed. ..o Fee, filiNg....cccoivviiiiii e 607
International appication...............oovv..oovvvveee. REISSUE....ciiiiiiieieee e 1457
Design ApPlICALION. ... ... eoeeee oo, Fee, ISSUB......eiiiiiiec e 1306
ANalOgOUS art..........voveeereer. FONt, tYPE...eiiiiiiiieiee e 1504.01(a)
ANLICIPALION....ccviiiiiiiieie e Foreign priority.............. 210. 213. 215, 1504.02.
L 1504.10
Application, elements of More than six months before U.S. filing.... 1504.02
Articles, design comprising multiple........ _1504.01(b) Functionality 1504.01(c
“Average observer’ test............ccceeeeeveeennne. 1504.02 Obviousne.;;z;ﬁ.a' """""""""""""""""" 4(*115'04 03
Benefit under 35 U.S.C. 120.. 211.01(a), 211.01(b), e -
1504.20 Hague Agreement (See also: _Treaties) ....... 213.01,
Benelux Designs Convention (See also: Treaties) ..... M‘QL 1504.10 -Chapter 2900
213.01 1504.10 Hidden end use..........cccoecvvriiiiiicnecnnnnn 1504.01(c)
Characteristic feature............. 1503.01, 1504.01(a) Hidden feature........... 1504.02, 1504.03. .1504.04
ClAIM. o 1503, 1503.01 Icon and electronic images, computer generated.......
Combining references.............cccoceriienennnn 1504.03 M . .
. International (See also: International _design
Commercial success............. e _1504.03 application)
Com.puter. generat_ed glectronlc images... 1504.01(a) Global design database........................ _707.05(e)
Cont!nuat!on gppllcatlon """""" T -1504.20 Publication..........cccoviniiiniiie e 1120
Cont?nuatlon-m-part. (CIP) a_ppll.catlon """"" -1504.20 Status Information for...........ccoeeerervriivenene, 1128
Continued Prosecution Application (CPA).... 1502.01 Indefiniteness............ 1503.01, 1503.02, 1504.04
Conventllon, Inte.rna.tlonal -------------- 21301, 1504.10 Library collections relating to..................... 901.06(a)
Cope.ndlng gppllcatlons .............. 1.504.06, 1504.20 Modification, description 1503.01
(1:5053{'8% evidence of, to rebut obviousness............... Multiple embodiments.........cccccvvveiienieennnn. 1504.05

Multiple parts of article..........c..ccoecvvveenn. 1504.01(b)
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Design application — Director initiated reexamination

Sec. No.

New matter........... 1503.01, 1503.02, 1504.01(a),
1504.04

Object, Design for........ccceeeeiiiiiiieiieees 1502
ODVIOUSNESS....ccoiiiiiiiiieiiiee e 1504.03
Obviousness-type (nonstatutory) double patenting
(ODP)..iiiiii it 1504.06
Offensive subject matter..............ccccoc.... 1504.01(e)
Ornamentality 1acking.........cccccoovveeiineenns 1504.01(c)
Patent Cooperation Treaty............... 1501, 1502.01

Patentability... 1504.01, 1504.01(a)to 1504.01(e),
1504.02 1504.03 1504.04

Petition, Special Status................. 708.02, 1504.30
Petition to accept color drawings or photographs.......

608.02 1503.02
Photographs 1503.02, 1504.04
Preamble..........cccoiiiiiiii 1503.01

Priority under 35 U.S.C. 119.... 210, 215, 1504.02,
1504.10

References supplied..................... 707.05(a), 1513
Quayle action.........ccceeveiiiieie e 1504
Registration abroad.................... 1504.02, 1504.10
REISSUE.....vviiiiieiiieeeeee s 1457, 1509
Request for Continued Examination (RCE).. 1502.01
Request for Expedited Examination............ 1504.30
RESHIICHON. . .vvvieieieeeieeeeeeeeeee s 1504.05
REISSUE.. ..t 1457
Rules applicable..........cccocoeiiiiiiiiiciiieees 1501
Scope of claim.......... 1503.01, 1504.04, 1504.05,
1504.06
Search.....ccccccceeeeiiineee, 1504, 1504.02, 1504.03
Secondary considerations............ccccceeeeienne 1504.03
Simulation..........cccoccviiiiiiie e, 1504.01(d)
Specification.........cccoveveiiiieir e 1503.01
Use of Copyrights in........cccoeevieeeeiiiiiieeeees 1512
Use of Trademarks in.........cccccvvvevieieneneeneennn. 1512
Statutory subject matter................... 1502, 1504.01
Surface ornamentation... 1502, 1502.01, 1503.02,
1504.01, 1504.01(a), 1504.01(c), 1504.03
Surface treatment or indicia..........ccccceeee..... 1503.02
Term of...ococeeecciiecee e 1457, 1502.01, 1505
Tt eeeeieeee e 1503.01, 1504.01(a)
Amendment of..........ccooiiiiiiiee, 1503.01
Use of Trademarks in.........cccccevvvvereeeniinnnnn. 1512
Trademark, relationship to..........cccccoocvveveeennnns 1512
Type foNtS....cooiiiiiie e 1504.01(a)
Utility patent, relationship t0..........ccccceeneiee 1502.01
VIBWS...oiiieeiiiee e 1503.02, 1504.04
Visual characteristics..........ccccccvvvivirieierenenenenn. 1502
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Sec. No.
Written description lacking......... 1503.01, 1503.02,
1504.01(a), 1504.04

Design patent practitioer... 402, 403, 405, 1502.02,
2911

Design patent series (See also: Patent) ......... 901.04
Designated office............... 1801, 1803, _1893.01(a)
Designation of states..........ccccoeiiiiiiiiiiiiieeeene 1821
Detailed description (See also: Specification)
Determination of public use or on sale.......... 2120.02
2133.03t0 2133.03(e)(7). _2139.02, 2152.02(c).
2152.02(d)

Determining if a Reexamination Was Filed for a
Patent........cooeiiiiii 2232.01
Determining whether an application is subject to first to
invent provisions of AlA................... 2159 to 2159.04

Digest (See also: _Cross-reference: Art collection)
Dictionary as a source for the ordinary and customary

meaning of a claim term............... 2111.01, 2173.02,

2173.05(a)

Diligence
Charts for priority........cccceevveerriieeniiee e 2138.01
Filing application...........cccoooeiiiniiiieeens 2138.06
Filing reiSSUE.....ccceviiiiiiiee e 1403

Interference practice 2138.01
Of actions during regulatory review........ 2001.06(e),

2004 2015 2757.01

Reasonable.........cccccoovveviiiennnen. 2138.03, 2138.06

Shown in 37 CFR 1.131 affidavit.................. 715.07,

715.07(a)

To overcome a rejection........cc.eeeeeeevceieeeenn. 2136.05
Director of Technology Center.......... 714.13, 714.14
714.16, 714.25, 715.08, 804.04, 1002.02,

1002.02(c), 1207.01, 1207.02, 1207.03, 1207.05,
1208, 1214.04, 1308, 1308.01, 1901.06, 2242,
2258.01, 2265, 2267, 2274, 2284to 2286

FUNCLIONS....ccvviiiieeieeec e, 1002.02(c), 1003
TC 2900........cciiiiiiieeeeiiieee e 1002.02(c)(3)
TC Director Who Oversees Licensing and Review.....
710, 1002.02(c)(1)
Director of the USPTO
Authority and functions........ 708.01, 709, 711.02,
714, 719.01, 1001, 1002, 2104.01, 2209, 2212,
2239, 2240, 2242, 2244, 2246, 2258.01,
2258.02, 2265, 2266, 2284, 2286.01
Publication of confidential decisions............... 103
Withdrawal from issue...........ccccoccvvvveeeiinnnen. 1308
DECISIONS......ccoi i e it
Mailing address.........ccocvverniiiiiieeenee e 501
Notices (See also: _Publication) ................ . 707.06
Orders (See also: Publication) ................. ., 707.06
Director initiated reexamination............... 2212, 2239
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Disbarred attorney — Divisional application

Sec. No. Sec. No.
Disbarred attorney (See also: _Attorney or agent: Later filed application.............c.c.cocovvun.... 608.01(p)
Suspended or excluded) OPEIADIIILY.......ooeeeeerreereesereen 716.07. 2164.08(b)
Disciplinary proceedings...........cccoouuveeeeeeve 402, 410 Preliminary amendment..............ccccovveene 608.04(b)
Mailing address.........cceeeeeieiiiieiee e 501 REASONADIE INGUIFY. .. .. eeeeveeeeeeeeeesse oo, 2001
Disclaimer  (See also: Terminal _disclaimer) Related applications................. 608.01(p), 1302.04
Co-author of PUBIICAtON............coocoooovnnns 715.01(c) ReqUIreMENtS fOr......cccoveieiieiiee e 2161
Copy required in reexamination Secrecy order, Material subject to...................... 120
EXPAME cooovviinniinniirsiiininiinen, 2214 Specification (See also: _Specification) ......... 608.01
Correction or withdrawal Of....................ccoooooeee 1490 Sufficiency for continuity...........cccceeeeiiiiienennn. 211.05
Defensive publication.............ccccceeviiiieeeennns 711.06 SUFFICIENCY OF..rrvveeeeeeeeeeeeeeseeeeeees 716, 716.09
Design application..... 1503.01. 1503.02. 1504.04 Support for claims. ..o 2163.01
EffeCt..o e 1490 Trade Name. ..o 608.01(v)
FOrMS. . 1490 TEAAEMAK oo 608.01(v)
Processing........ccuvveeeeiiiiieiee e 1490 Utility............. 608.01(p). 2104. 2107 to 2107.03
Rejection............ 710.02(d). 2136.05(a), 2139.03, Written (See also: _Written description) ........... 2163
2141, 2146.02, 2146.03, 2146.03(a), 2148, .
2152 07 DISCOUMESY....evvveiiiiiieiieeiiieeee e 714.19, 714.25
REGUIFEMENTS...vveeeoeoee e 1490 Dismissal of appeal.......cccoiiiiiiii 1215.04
SEAIULOIY .cooiiiiiiieeeeeee e 1490 D!sposals cc.)u.n.ted """""""""""""""""""""""""""" 1705
Terminal............ 804. 804.02. 1490. 2136.05(a). Distinct, definition...........ccocoiiviie e, 802.01
2139.03, 2141.01. 2146.02. 2146.03. 2146.03(a), Distinct inventions.......... 802, 802.01, 803, 806.05
2148 2152.07 Apparatus and product made.................... 806.05(q)
Disclosure (See also: Duty of disclosure) Specification) Distinct processes 806.05(j)
ADSEFAC. .. .ccveeiie e 608.01(b) Distinct products...........cccocveveriiiiiieiinen 806.05(j)
Amendment.........cccooovevveeeeiiennnen. 608.04, 1302.02 Process and apparatus for its practice...... 806.05(e)
Amendment, Preliminary..............ccceveenen. 608.04(b) Process and product made........................ 806.05(f)
Best Mode (See also: Best Mode) .......... 608.01(h), Divisional application.................... 201.06, 601.01(a)
2165 Abandonment of prior nonprovisional application.......
Chemical compound.........c..coeeveeveveennans 608.01(p) 201.06(c)
Claim Present on Filing Date......... 608.01(l), 1410 Assignment carried from parent application....... 306
2163.01 Change of attorney/correspondence address............
Claimed........ccviieieei e 901.03 201.06(c)
Common, parent and continuing applications............. Continued prosecution application (CPA)... 201.06(d)
211.05 COPENAENCY.....oeeveiveeieeteecteeee e, 211.01(b)
Completeness................... 608.01(p). 2163, 2164 Design application........................ 201.06, _1504.20
Computer programming Cases............... 2164.06(c), Drawing, Transfer of..........cccccecevveevvevevenne. 608.02(i)
2161.01 2181 Effective date........cccoveeeiiiiiiiiii e 211
Correspondence with claims..... 2163.05, 2163.07, EXAMINALION. .........ovoveeeeeeeeeeeeeeeeereens 201.06(c)
2177?"03 o Extensions of time..............ccceeeiviiicciinnns 201.06(c)
Design application...........cccwrrsovve -1503, 1503.01 Filed by assignee...........cccccevvvveeeeeininennn. 324, 325
Detailed description..........cccccceeriieeiiieenne 608.01(g) File wrapper continuation (FWC).............. 201.06(b)
DULY Of e 2000 File wrapper/history notation............ 202, 1302.04
Enablement (See also: Enablement) ............. -2164 Incorporation by reference...........c.cc........ 201.06(c)
Fore.lg.n application.........ccccooveeiiiiiiiee e 211.05 Inspection of parent application....................... 103
IMPHCIE. .. 2144.01 Inventor, at least one in ComMmon.............. 21101
Incomplete.......... 608.01(p), 2161to 2165, 2175 .
' Inventorship
INCOMPIENENSIDIE. ...ovrssovvvrs v L0201 NEW MALter........ueeiiiiiiiiiiii et
Incorporation by reference (See also: _Incorporation Oath....cccooecie e
by reference) ......ccoocceeviiiiiiiieiiins 217, 608.01(p)

Insufficient..........ccc......... 608.01(p)., 702.01, 2175
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Divisional application — Double patenting

Sec. No.

Patented, Opens parent application to inspection......
103

Reference to parent application..... 211.02, 1302.04

Reissue.............. 1402, 1410.01, 1410.02, 1414,
1415.01, 1441, 1450, 1451, 1460, _1481.03
Rule 1.53(D)...ccccvviiiiniiiiiiiieese e 201.06(c)
Rule 1.53(d)....cccerrmiiiiiieieenie e 201.06(d)
Rule 1.60, Former.........ccccoeveeeeeeeieiiiieinnnnn, 201.06(a)
Rule 1.62, FOrmer..........coeeeeeeieieeiieeiinnee 201.06(b)
SIGNALUIE....eeieiieiiiii e 201.06(d)
Small or micro entity status....................... 201.06(c)
Specification and drawings...........cccccceeenne 201.06(c)
Substitute statement under 37 CFR 1.64... 201.06(c)
Time for filing.......ccceevviiiii 211.03
Written description requirement..................... 211.05
DNA (See also: Biotechnology) Nucleotide sequences)
............................................................................. 2400
Enablement.........cccccoiviiiiiie i 2164.08
Searching......coccceeviiiieee e 901.06(a)
DOCKEt rePOIt.. ... 1704
Doctrine of collateral estoppel (See also: _Estoppel)
Doctrine of dedication to the public....................... 715
Doctrine of equivalents... 2138.05, 2173.05(b), 2186
Doctrine of segregable parts...........cccccveennee. 1504.05
Doctrine of unclean hands...........c.cccocvevienineennnn. 2010
Document, DiSClOSUIE........c.ucvieiiveeiieiiieeeeeiieeee 1706

Electronic (See also: _Electronic publications) ...........

707.05(e)

DoD Directive 5230.25.......cccccceiviieeiiiienieee e 120
DoD Security AQreement..........ccccoeeceeeeeeeeniineeeaenns 120
Domestic benefit
Claiming in continued prosecution application............
201.06(d), 1302.04
Claiming in ex parte reexamination............ 2258.02
Claiming in reissue application.. 1402, 1405, 1410
Correction in a patent...........cccceeeeeiviineneeenne 1481.03
Entitlement t0.........c.coooiiiiiiii e 211.05
Formal requirements............... 210, 211.05, 2136,
2139.01 2152.01
Incorporation by reference to earlier application.........
201.06(c) 217, 608.01(p)
International application......... 211.01(c), 211.01(d)
Corrected by certificate of correction............ 1481
Patent printing........c.ccoocvvveee i, 1302.09
Petition for unintentionally delayed claim to benefit of
prior U.S. application....................... 211.04, 214.02
Prior to U.S. application.................... 211to 211.05
Corrected by Certificate of Correction... 211.02(a)
1481
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Sec. No.
Design application...........cccceeeeeeiiiieeeenn. 1504.20
In ex parte reexamination....................... 2258.02
Provisional application........ 211.01(a). 2139.01,
2152.01
Time for filing.......ccovveiii e, 211.03
Domestic representative...........ccccveeeeecviveeeeenns 302.04
Double correspondence..........ccceevueeeiiiveeeneeeennne 403
Double inclusion in claim.............cccccccooee 2173.05(0)
Double patenting.........ccccevvveernirieniiee e 800
Avoiding rejection..... 804.02, 2146.03, 2146.03(a)
BaSIS. .ttt 804
Between one or more applications and a published
application that has not been abandoned........... 804
Between a patent and a reissue application or a patent
under reexamination............ccceevvveeerieeesneeesnenees 804
Claimed subject matter............cccoeeeeeniinnenn. 806.01
Commonly owned cases, treatment......... 717.02(c),
804.03
Copending applications........ 804, 2127, 2136.01,
2146.03(a), 2148, 2152.07, 2154.01(d), 2158.01
DefiNitioN.........eeeieei e 804
Design applications/patents............... 804, 1504.06
Different inventive entities 804.03, 2109

2136.01, 2136.04, 2146.02, 2146.03, 2146.03(a).

2152.07 2154.01(d)

Distinct and independent inventions.............. 804.01

D o] g a1 4= 1 (0] o P 804

Impact of patent term extension.................... 804.05

International applications............ccccceeeeieeniinennn. 804

Obviousness type (ODP)........ccccovcvieiiieeiniieens 804
Design application...........ccccveeeeeiiiveeeenn. 1504.06

Plant applications

Reexamination..........c.cccocccveeeenn.

REJECHION. ...t 804
NONSTALULOIY ... 804
ODBVIOUS....uveee i 804

Prohibition, 35 U.S.C. 121...... 804.01, 821.04(b)
Provisional... 804, 2136.01, 2139.03, 2146.03,

2146.03(a), 2148, 2152.07, 2154.01(d),

2158.01

Specification, use of 804

StAtULOrY..ovveieiiieeeee s 804, 804.03
Rejection nullification............ccccovviieienniinnnn. 804.01
Restriction previously required.......... 804.04, 1003

Same assignee.. 804.03, 822, 2136.01, 2141.01,
2146 to 2146.03(a), 2148, 2152.06, 2154.02(c),

2158, 2158.01
Same inventor......... 806.04(h). 806.04(i), _806.05,
822



INDEX

Double patenting — Due Care Showing

Sec. No.

Species and genus.................. 806.04(h), 806.04(i)
Subject matter not patentably distinct................. 804

Subject to joint research agreement.... 804, 804.02
804.03

Submissions to TC director............cccceeeveenee. 804.04
Terminal disclaimer effect....... 804, 804.02, 1451,
1490 2146.03(a)
In a reissue application............ccccoeveeerierenne 1451
Drawings.....ccoooueeeiiieeeiiieeenieee e s nineeens 507, 608.02
Amendment.................... 608.02(p), 714, 1302.04
In ex parte reexamination....................... 2250.01

In reissue application..............cc........ 1413, 1453
Prior to publication of PG-Pub...................... 1121
Amendment, Disposition of orders for....... 608.02(x)

Amendment support by claim present on filing date....

608.04(a)

Annotated sheets.................. 608.02(v), 608.02(w)
Brief description.........cccceevcieiiieciiiieee 608.01(f)
Canceled figure........cccoceeeiiieeeniieeniice e 608.02(t)
Canceled sheet..........ooooieiiiiiiiiiee e, 608.02(t)
Canceled sheet, patent..........c..cccceevvveennee 608.02(t)
Canceled sheet, transfer..............ccooevveeee. 608.02(i)
(070] o] FHNIUR 608.01(f), 608.02, 1503.02
Colored plant........cccceeeeeiiiieeeeeiiiier e 1606
Complete illustration...........cccccvveveeeiinnnenn.. 608.02(d)
Completeness. .......ceeeiiiieiiee e 608.02(e)
ComMPULEN lISES...cciiieeiiiieeeiiec e 608.05
CONSISIENCY......vvvieeieciiiieiee e 608.02(e)
Content Of......coecueeiieiee e 608.02(d)
Correction (See also: _Correction of drawing) ............
608.02(p), 1302.05
Incorporated into PG-Pub................ 1120, 1121
Reversed figure numbers.............ccceeeee. 1302.04
Design application......... 1503, 1503.01, 1503.02,
1504.04
DISCIOSUIE.......eeeiiiiieiiie e 608
Divisional application................... 608.02, 608.02(i)
EFS-WED.....cciiieie e 502.05
Examiner determines completeness......... 608.02(e)
lllustrates claim..........occoeeeeeiiiiiieeeeeniieee. 608.02(e)
INfOrmMal.......cocieiiiieee e 507
International application............cccccoeevviviieeeenns 1825
Kept in application...........cccccovviieiieiininnn. 608.02(c)
[0 Tox- 1110 ] o PSRRI 608.02(c)
Modification illustrated...............cceeriniennnne 608.02(f)
Marked-up copy.. 608.02(b), 608.02(v), 608.02(w)
Necessary for filing date............ 506, 608.02, 702
New drawings required...........ccccceveeeiennneen. 608.02(a)
New, handling..........ccooeeeiiiiiieiieniieeeen 608.02(a)
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Sec. No.
New matter...........ccoeveevreeeerrenen, 608.04, 608.04(a)
New, when required............ccoecvveereeriinnnnn. 608.02(a)
Not received..........ccccceeeeeeeeeeeenennnn, 608.02(h), 1825
NOt required..........cccvevieeeiiiieesiee e 608.02
Not returned..........c..ceeeiiiiiiineeeeee e 608.02(y)
Objection................ 608.02, 608.02(a), 608.02(b),
608.02(d) to.  _608.02(f), _608.04(a), 1503.02,
1504.04
Official Gazette figure.........ccccveveeeeiiinenne 1302.09
Omitted drawings..........cccoeveeeeeiiiieeeeennnnes 601.01(q)
Patented file.........ccovvevieiiiiiie e 901.01(a)
Petition to transfer from another application...............
608.02(i)
Photographs...... 502.05, 507, 608.01(f), 608.02,
1503.02
Plant application..........c.ccccccvvveeeiiinnnnn. 1603, 1606
Prior art......cccoceeeiveeeiiiee e, 608.02(g), 2125
Provisional application............cccoooeiiiiiiiinnnenn. 601
Reference characters................. 608.02, 608.02(e)
Reference characters, change.................. 608.02(w)
Reissue application...........c.cocceeeeennes 1411, 1413
No longer transferred from original patent..... 1413
Replacement drawings for publication in PG-Pub......
1121
Replacement..........cccceevverunnnns 608.02(h), _1302.05
Reversed figure numbers.............c.cocvveeeen. 1302.04
Review by Office of Patent Application Processing
(OPAP). ..ottt s 507
Required by examiner............ccocceeeeiiieenennne 608.02
ReqUIremMeNts.........ccoveveiie i 608.02
RETUM...coiii e 608.02(y)
Section liNes.........coceeeeeeireennenn. 608.01, 608.02(w)
Security Markings..........ocoevevvererieee e 121
SEQUENCES......uvvviviriririririeeeieaeeens 2412.04, 2412.06
Substitute........cceeeeveennen. 502, 608.02, 608.02(h)
Sufficiency, determined by examiner......... 608.02(e)
SYmMbOIS......ccvviieeie 608.02
Trademarks. .. ... 1512
Unacceptable for publication...... 608.02, 608.02(b)
Drawing correction..........ccccccccvveeeenn. 507, 608.02(p)
Annotated sheets.................. 608.02(v), _608.02(w)
Approval by examiner...........cccccoveveeiineenn. 608.02(x)
Marked-up copy.. 608.02(b), 608.02(v), 608.02(w)
NEW MAtLer.......covviiiiiiiiiiiiiieieieeeeee 608.04
Order for. ... 608.02(x)
PG-PUD.....ooiiiiiiiie e 1120, 1121
Replacement sheets...... 502, 608.02(h), 1302.05
Required........ccccevviiiiieieeeeiieeee e 507, 707.07(a)
Due Care ShowWiNg.......ccccceevveiivieeeeiiiiiesee e 2734
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Duplicate claims — Electronic access to published applications

Sec. No. Sec. No.

Duplicate Claims.........ccccocvieriiiiiiiieeiiieee 608.01(m) E
Duplicate foreign patents............cccceeeeeeiiineeneen. 903.03 Easily erasable paper..........ccccoo....... 608.01. 714.07
Duplicate papers for plant applications.... 1603, 1605, Effective date of reference patent..... 707.05(e), 715,
1606 1609 901.05(b), 2121.01, 2139.01, 2152.01
Duty of candor and good faith........... 2001, 2001.03 Effective filing date
2001.04 2733 2762 Claimed invention............................. 804, 2152.01
Compared to duty to disclose material information..... Continuing application............. 211.02. 708. 804
2001.04 2139.01 2152.01, 2159.03
inconsistent information between agencies.. 2001.04 Continuation-in-part.... 2133.01, 2135.01, 2159.03
Informati.on fjisclosure ......................................... 609 Foreign priority effect.................. 2139.01. 2152.01
Reexamlnatlon .................................................. 2280 International convention (See also: Foreign
DUty Of diSCIOSUIE......eeiiievieeie e 2000 app”cation) Trea’[ies) ____________________________________ 213.01
After patent grant...............cccoconinii -2003.01 Provisional application................ 2139.01, 2152.01
Aids to compliance.............ccoooviiiinnn, 2004 PUBICAtION. ... 715.01(c)
By whom........covi 2002, 2002.01 Reissue application................ccoccouee... 804, 1440
ChECKIISE. ..o ieeveeeeeeeee e 2004 Eighteen_month pub"cation (See also: Pre-Grant
Compared to requirement for information. _704.12(a), Publication (PG-Pub))

2005

Compliance With..........cooociiiiiiii e 2004

Continuing applications.................... 2001.04, 2004

Copending applications............... 2001.06(b), 2004

Copied claims........ccccooiiiiiiiiiiien e 2001.06(d)

Duration of........cccccvveiiiiiiiieenns 2001.04, 2003.01

Foreign applications.............ccccvveeeeennen. 2001.06(a)

Information material to patentability............ 2001.04

2001.05 2001.06(e)

Litigation information and/or Trial Proceedings...........

2001.06(c)

Materiality........ccccoveennee. 2000, _2001.04, 2001.05

QUESHIONNAINE.......uviiiiiiiiiieeiee e e 2004

Reexamination
EX Parte ... 2014, 2280

Regulatory review............ 2001.06(e), 2004, 2015

Reissue application................. 1406, 1418, 1448,

2001.06(c) 2003

Related application
FOreign.....cueeeeeiiieieee e 2001.06(a)
U.S e 2001.06(b)

Sources of information

TIMING. .

To whom owed.........ccccc.....

Violation Of.......cccvriiiiiiiii e
Claims invalidated............ccccceeeiniiiieneennines
Protest........uuuiiieiiiiiieiiiiiieeee s 2013
Reexamination...........ccccovvivveenininiieninenineees 2014
REISSUE.....oeiiiiiiii e 2012
Rejection of claims in reissue application..... 1448

WHhHO has......cccooviiiiiiiiici e 2001.01

Duty of Reasonable inquiry......... 2001, 2001.06(e)
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Election (See also: Restriction) Election of species) ...
800

Action on nonelected claims.........cccccceeeevvvvvinnnne. 819
After multiplicity rejection.............cccceeueee.. 2173.05(n)
After restriction.........ccceeeveiiiiii e 818
Between applications, Conflicting claims... 804, 822
CONStructive.........cooveervenerenne 818.02(a). 818.02(c)
In reissue application............ 1440, 1450, 1457
Fixed by action on merits........... 818.01, 818.02(a)
Implied........cccoconiiiieieens 818.02(a). 818.02(c)
INterferenCe........oeeiieiie e 819
Optional cancellation..............ccccccveeeinnnee. 818.02(c)
Original presentation 818.02(a)
Shift e 819
Design application...........c.cccveevieeeniineenns 1504.05
Treatment of nonelected claims....... 803.02, 821to
821.03
In reissue application.............occcueeeeeiiiiieneenn. 1450
With traverse..........cccceeeeeeeeeeeeeeeiiinn, 818, 821.01
Without traverse..........cccoovviieniniiccceee 821.02
Election of species
Allowable generic claim lacking................. 809.02(a)
BaSiS...eieeieeeiee e 806.04, 808.01(a)
Canceling species claims.......... 818.02(c), 821.01,
821.02
Design application..........ccccovcvveeiiieeinneeenne 1504.05
Implied........ccocviiiiiiiice 818.02(a). 818.02(c)
Reissue application............ccceeeeeeiiiiieeeeeininen. 1450
Requirement...........cecuevveieencene. 806.01, 809.02(a)
Requirement, prior to search.................... 808.01(a)
Species claims lacking............... 806.01, 818.02(b)
Electronic access to published applications........ 1128
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Electronic databases — Entity, micro, claiming status as

Sec. No.

Electronic databases. 707.05(e), 719.05, 901.06(a),

Sec. No.

Electronic patent assignment system (EPAS).. 302.10
502.01, 502.05

902.03(e), 1730
Chemical abstracts services........... 901.05, 901.07
Derwent's World Patents Index (WPI)........... 901.05
901.07
Dialog....cccovvieiiiieiieee 719.05, 901.07
e- Official Gazette — Patents (eOG:P).............. 1703
Full-text and full-page images of U.S. patent related
databases.......ccccveviviiiiiie s 1730
International Patent Documentation Center
(INPADOC) 901.05, 901.07
LEXIS-NEXIS.....ccuvreeeeiiiiiiie et eciee e 719.05
Official Gazette Notices ..........ccccccvivvvivrninnnnns 1703
Patent Grants Database....................... 1703, 1730
Questel-Orbit........cccceeeeviiiienieeis 719.05, 901.07
SEARCH (PE2E).......c.cccueenne. 901.05(c), 902.03(e)

TESS (Trademark Electronic Search System).. 1703
1730

Electronic Business Center (EBC)...........c.ccuu...... 1730
Electronic document............ccccceeeiiiiiieeaenns 707.05(e)
Electronic filing system, USPTO Patent (Patent
Center)....coceeerereerieieienans 502.05, 503, _708.02(a)
Actions permitted by registered users........... 502.05
Actions permitted by unregistered users....... 502.05
Alternatives to using EFS-Web...................... 502.05
During unscheduled outages (EFS-Web
Contingency Option).........cccccveeeviiiiieeeeens 502.05
Certificate of TransSmMisSIiON............ccceeeveiiiieeeennnee 512
Document description codes...........cccccoueeee. 502.05
Document formats.........cocceveevveeeiiineesnieeennne 502.05
Electronic Acknowledgement Receipt........... 502.05
Ex parte reexamination request and follow-on
PAPEIS. ..o 502.05, 2224
Legal FrameworkK.........cccceevvvvveieeceeiiinene. 708.02(b)
Petition to accept unintentionally delayed payment of
maintenance fee............. 502.05, 711.03(c), 2590

Pre-grant (eighteen month) publication submissions
via...... 502.05, 1121, 1129, 1130, 1132, 1133
Reissue application and follow-on papers..... 502.05
1410

Sequence listing submissions via............. 215.02(b)
2422.03 2422.03(a) 2422.04

Electronic funds transfer to replenish deposit account...
509.01
Electronic Information Disclosure Statement (elDS).....
609.07

Electronic mail......... 502.03, 713, 713.01, 713.04,
713.05
to notify customer of Office communications (e-Office
Action Program)........ccccceveevveeennnnn. 502.05, 710.06
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Electronic Priority Document Exchange (See also: PDX)
...................................................... 215.01, 215.02(a)

Electronic Processing of Information Disclosure

StatemMent........ooooii e 609.08
Electronic publications
Availability as prior art...........cccceeveeeiiieninieenns 2128
Citation Of........eeeiieii e 707.05(e)
Hyperlinks t0.........cccooveveniiennenne. 608.01, 608.01(p)
Search for......ccoovveiiiiiie e 904.02(c)
Employee number..........cocooiiiiiiiens 711.04(b)
Employees of U.S. Patent and Trademark Office,
property interest in patent...........occceevviveinieeennnennn 309
Enablement...........ccoccoiiiiiieniiiien, 2164, 2166
Burden on the examiner............c.cccccceeeeine 2164.04
Commensurate in scope with claims........... 2164.08
Critical feature not claimed.................. 2164.08(c)
Inoperative subject matter................... 2164.08(b)
Single means claim........c.ccccoovceeennen. 2164.08(a)
Compared to Utility.......cceevveeeiiiieeiiiieiiieenne 2164.07
Design patent application........... 1503.02, 1504.04

Duty or disclosure of information relevant to...............
2001.04

EVidence Of......c.ccovoveviiiiciiic e 2164.05
Examples of enablement issues.............. 2164.06 to
2164.06(c)
Form paragraphs used to reject...........cccceennee 2166
How to make the invention..................... 2164.01(b)
How to use the invention......................... 2164.01(c)
Quantity of experimentation......................... 2164.06
Reduction to practiCe..........cccovveeeeiiiineneenn. 2164.02
Relationship of predictability........................ 2164.03
Specification must be enabling
As of the filing date............cccecevvnnnene. 2164.05(a)
To persons of ordinary skill................. 2164.05(b)
Test of enablement...........cccoocviiiiciiinns 2164.01
Undue experimentation factors............... 2164.01(a)
Working example.........ccocceeeeiiiiiiieeinniiieeeen. 2164.02
35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth
paragraph limitations............ccccecvvennee. 2181, 2185
Energy, Department of............cccccceenee 115, 2104.01
Energy, related applications, special status...... 708.02
English language faulty, new specification.... 608.01(q)
English language required................. 302.02, 608.01
Enrollment and Discipline, Office of (See also: _Office
of Enroliment and Discipline)

Entity, micro, claiming status as (See also: Micro entity
status)
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Entity, small, claiming status as — Examiner's amendment

Sec. No.

Entity, small, claiming status as (See also: _Small entity
status)

Entry of amendment (See also: Amendment) . 714.18

Environmental Quality Program...............cc....... 708.02
Equity (civil action)
Under 35 U.S.C. 145 1216.02
under 35 U.S.C. 146......cccceeiiieeeiieeiieeeciieeene 1216
Equivalents in art............. 904.01(b), 2144, 2144.06
Erasable (specially coated) paper.................... 608.01
Erasure in specification, before execution........ 608.01
Errors (See also: Correction __of _ patent)
Correction of patents.......c..cccceeveeveiiieeeiieeennne 1400
Deceptive intent............. 1401, 1412.02, 1412.03,
1412.04, 1414, 1414.02, 1414.03, 1444, 1448,
1451, 1457, 1481.02, 1490, 2022.05
REISSUEB.....cii i, 1401 to 1470
Title dOCUMENTS.....cvveiiiiiiiie e 323
Withdrawal from issue.........cccoccoieeiiiiiiienenn. 1308
Essential material.............ccocveeeiviiiiieneeniins 608.01(p)
Establishing right of assignee to take action in
APPNCALION....cooiiiieiieee e 324, 325
Estoppel
Abandonment...........cccvvveeeiiiiiiene e 711.03(c)
Collateral.........cccevuieeiiiiiiniee e 2012.01
In ex parte reexamination.................cccueeeeen. 2259
Defensive publications...........cccccevvieeininnes 711.06
Different inventive entities and commonly owned
applications..........ccccceveciiiie e 804.03
Interference.......coooovvvveeiieiiiieeeeeeeeeee 715, 2138.01
Reasons for allowance.............ccccccveeeinneenn. 1302.14
Reissue proceedings........cccccveeeeiiireeeeeniinnns 2012.01
Terminal disclaimer..............cccoccoeeeee. 804, 804.02

European Community Design treaty (See also: Treaties)
European Patent Convention (See also: _ Treaties)
European Patent Office (EPO)..... 120, 609, 901.05,

901.07, 1801, 1840, 1840.01, 1850, 1860, 1865
As a PCT Chapter | international searching authority.
1840.01

Evidence, of public use or on sale.............. 2133.03 to
2133.03(b) 2152.02(c) 2152.02(d)
Evidence submitted with protest.................... 1901.02
Examination guidelines for AIA 35 U.S.C. 102 and
0 PSS 2150
Examination guidelines for applying reference under
pre-AlA 35 U.S.C. 102(€)......eeevvveenns 2136, 2136.01
Examination of application...............occocceeeiniinenen. 700

Accelerated Examination..............ccccooveen. 708.02(a)

Confidentiality during...........ccccceveeviiiieeee e, 101

Deferral Of.....cooovvveeiiiiiieiiiieeeeee, 709, 1002.02(d)

Index-30

Sec. No.
Order Of...ccoovviiiiiieiiiieeeee 708 to 708.03
Piecemeal.........coooeviiiiiiie 707.07(q)
PUIPOSE....ciiiiiie e 701
ReISSUL......oeeiiiiiecicec e, 1440, 1443, 1445
Secrecy order application...........cccceeeviiieeeennne 130
Statutory authority........cccoveeeviieeiiieece e 701
SUSPENSION Of v 709
Examiner
Y23 (o] o PO 707
Action counted
Affidavit. ...
Assignment of application for examination.................
909.01(b), 909.02(b)
Assignment of ex-parte reexamination............ 2236
ASSIStaNt.......coooiiiiee e 707.01, 707.02
Citing prior art in an issued patent inappropriate........
2203
Classification (See also: _Classification examiner) .....
903
DISPOSAIS.....eeeiieeiiiieiie e 1705
Duty of candor and good faith to.. 2001.03, 2001.04
Employee number..........c.ccoc.... 711.04(b), 905.05
Expressing opinion of validity................c.......... 1701
Name.....coovverieeiieiieeneene 502, 707.09, 1302.13
New action indicated by primary................... 707.01
Previous action by another examiner
Allowed claims........coccvvereeeiiciiiiee e, 706.04
INEEIVIEW. ....eeeiiieiiii e 713.01
Search.....ooccueiiiii e 704.10
Primary
Actions requiring personal attention......... 707.01
714.16 715.08 1004
Name on file wrapper.........ccocceeeeiiiinieennn. 1302.13
Pursuit of bounties prohibited.......................... 1701
Reasons for allowance...............ccccecveennennn.
Resigns, old cases special
Suggestion of allowable claims.................. 707.07(j)
Supervisory (See also: Supervisory patent examiner)
Telephoning attorney............ccccoeueee. 408, 1302.14
Testimony as patent expert...........cccccvveeeennn. 1701.01
Time and Activity Report................c..... 1704, 1705
Time reporting for ex parte reexamination....... 2238
Treatment of Protest..........ccoceeeviveeriniennnnee. 1901.06
Examiner docket, time, and activity recording..... 1704,
1705

Examiner Reissue Guide and Checklist... 1443, 1445

Examiner’s action (See also: Action) Letter, Examiner’s)
............................................................................... 707

Examiner's amendment.........c.ccccceeeeeeieieieeennn. 1302.04




INDEX

Examiner’'s amendment — Examiner’s letter

Sec. No.
Date stamped........ccccoocvieiiiiiiiiiieeee e 707.11
Decisions, CItE..........coeeeivviiiiiiie e 707.06

Election of species required, concluding paragraph....
809.02(a)

Examiner signature at end of letter................ 707.09
Examiner's amendments........... 706.07(f), 1302.04
File wrapper entry.........ccccoevvvvennne. 707.10, 719.01
Final rejection, clearly stated............c.cc.cuee... 706.07
Final rejection, concluding statement............ 706.07
Final rejection, patentability report............ 705.01(a)
Formal matters..... 707.07(a), 707.07(e), 707.07(j).
714.02

Informal application...........ccccooeiiiiiiinnenn. 702.01
Initialed by examiner..........ccocevviviiniieeninnennn 707.08
Language in rejecting.........cccevveeeviiveennnne. 707.07(d)
MaITING. .. 707.12
Memorandum Cited..........cccoeevviiiinieeeiiiieenns 707.06
New drawing required............ccccoveueeernnenn. 608.02(b)
New examiner, primary examiner indicates.... 707.01
NOtICES CIted.....covvviiriiieiiiie e 707.06
Numbering of paragraphs...........cccccceenee. 707.07(k)
Omnibus rejection............cceeveenee. 2173.05(r), 2175
Orders Cited.......eevevviieriie i 707.06
Outstanding requirements......................... 707.07(e)
Personal matter excluded...............cc......... 707.07(d)
Piecemeal prosecution..............cccceevveenee 707.07(9)
Power of attorney invalid or lacking.................... 402

Preliminary amendment in new case
714.01(e)

Sec. No.

Abstract changed by................ 608.01(b), 1302.01,
1302.04
By initialing........ceveeiiiiiieee e 1302.04
Claim, antecedent basis in description...... 608.01(0)
Claim lost in interference.........ccccccceevieeeiineeens 2308
Claim, numbers identifying..... 1302.01, 1302.04(g)
Claims, nonelected invention, canceled........ 821.01
821.02
Defensive publication............cccccoeeveinieeennnenn. 711.06
Deposit account charge................... 1302.04, 1730
Drawing correction................... 608.02(w), 1302.04
Extension of time required for.................... 706.07(f)
Formal matters.........c.ccoccoeeeeennes 1302.01, 1302.04
Image file wrapper applications................... 1302.04
Informalities corrected...........ccccovvrviviennennne. 1302.04
Non-compliant amendment, treatment of.......... 714,
1302.04
NO Nnew matter..........ccoeeevviiiiiiiiiiiiiiiiens 608.01(0)
Plant patent application practice....................... 1610
Reexamination

EX parte ....ccccoccciiins 2281, 2287
Reference citation corrected..................... 707.05(Q)
Title of application............cocooeeiiniiies 606.01

Examiner’s Answer

Appeal conference not held............. 1003, 1207.01
Counted as a disposal.......c.ccoccvveeeeriiiiiieeannns 1705
New ground of rejection..........cccccocvveeiiineennne 1207.03
New interpretation of law...............c.ccvveeee. 1207.02

TC Director’s attention required.................... 1003
Reexamination

EX PArte ..vvvviiiiiiiiiiieiiieeeee e 2275

INter-partes ..o 2677
Reply brief.......oo e
Special status

Examiner’s letter (See also: _Action) ..................... 707

Abandonment..........ooccvveiieeiiciiiie e 711.02
Advisory action..............ccecevennne.. 706.07(f), 714.13
Amendment after final rejection.................... 714.13
Arguments answered..........ccccovveeenieeenee 707.07(f)
Cancellation of nonelected claim..... 821.01, 821.02
Claim allowable except as to form............ 707.07(a)
707.07(j). 710.02(b), 714.15
Claim SUMMANY......ccccoviviieriiieiee e 707.07(i)
Complete and clear.........ccccceveeiviiiieee e, 707.07
Copies of references........cccceeveeiiiiienenen. 707.05(a)
Copy to applicant..........ccccceerieeeiiiieenieee 707.12
Correction, period for reply......... 707.05(g), _710.06
Correction of citation...........cccccceeevriieeeennn. 707.05(q)
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Primary examiner’s attention required, list........ 1004
References, citation.. 707.05 to 707.05(g). 901.04,
901.05(a)

Refusing entry of amendment after Board decision....
1214.07

Rejection of claim corresponding to claim of patent....
2302

Remailing......cccccceevvniieeieeiiieeeee 707.13, 710.06
Requirement for information........ 704.10, 2120.02,
2135, 2181
Restriction requirement.............cccccveeeenne 803, 817
Returned.........ccoceviiiiiiiiicee e 707.13
Reviewed by examiner...........cccccceeiiiiiieeeenns 707.08
Shortened time for reply.........ccccoocveeiinennne. 710.02
Signature...........ccvveee.. 707.09, 707.10, 1302.13
Statement of rejection............ccccceevineenn. 707.07(d)
Status letter reply.......ocooceviiiniieiiee s 203.08
Statutory basis

SUMMAIY..cciiiiiiiiiiiieeeee e

Supplemental..........ccccooiiieiieiie
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Examiner’s letter — Facsimile transmission

Sec. No.
Undelivered...........coooeiiiiiiiiiiiieee e 707.13
Examiner’s search facilities, use regulations......... 510
Example, Comments ON.........cccceeveivieveeeene 707.07(1)
Example, Operative..................... 608.01(p). 2164.02
Example, Prophetic, simulated or predicted..................
608.01(p), 2164.02
Excess number of claims for fee, after notice of
alloWanCe.......cvvveee et 714.16(c)
Excess number of claims over number of claims
previously paid for............... 607, 714.01(e). 714.10
Excluded attorney or agent.......... 105, 407, 713.05,
714.19
Execution of oath.........ccccovviiiii e, 602.08(b)
Executive Order
NO. 5AB4......eeeeeiiie e 1609
No. 9424 302, 302.06, 302.08
NO 10,096.......cuiiiiiiieiiiieeniie e 509.02
o Y R 710.05
NO. 12,598.......ceveiiiieeiieeiiee e 115, 120, 121
NO. 13,292, 115, 121
Executor or administrator............cccceeevuveeeen. 409.01(b)
Allowance and iSSU€.............ccccevveeriirinennn. 409.01(b)
Application by, after discharge................... 409.01(b)
Assigned application, inventor dies........... 409.01(b)
AULNOTILY ... 409.01(b)
Consular certificate..........c.cccveenee. 409.01(b), 410
Foreign CouNtry.........occveveeieiiiiieei e 409.01(b)
[ (= S 409.01, 409.01(a), 409.01(b)
Intervention not required.............cccceeeeene 409.01(b)
Joint inventors, inventor dies..................... 409.01(b)
EXNIDIt. ..o 608.03
Exhibit, Affidavit under 37 CFR 1.131............. 715.07
715.07(d)
Exhibit, during appeal...........ccccoviiiiiiiiiiiiiieeeee 1209
Exhibit at interview..........ccccooccveieeeiiiiieee e 713.08
Exhibit, handling...........cccoevvieviiiiiiiic e, 608.03(a)
EX parte qUeSHioNS. .........ccovuiieeeeniiiieiee e 713.06
Experimental use (See also: Public use) ..... 2133.03,
2133.03(e). 2152.02(c), 2152.02(d)
Commercial exploitation..................... 2133.03(e)(1)
2152.02(c) 2152.02(d)
Completeness of the invention............ 2133.03(e)(3)
Factors indicative of... 2133.03(e)(4), 2133.03(e)(5)
Intent to experiment..........ccccceeeevuvnneen. 2133.03(e)(2)
Reduction to practice...........ccccoeeuveeee. 2133.03(e)(3)
Testing by third party.. 2133.03(e)(5), 2133.03(e)(7)
Testing, developmental....................... 2133.03(e)(6)
When experimental use ends............. 2133.03(e)(3)
EXpert teStimony..........cccveviieeiiiieiiiec e 1504.03
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Sec. No.

Expiration date of patent (See also: _Term, Patent)

Adjustment under 35 U.S.C. 154......... 1490, 2710
2720 2730
DeSIgN...cciiieee e 1502.01, 1505
Extension under 35 U.S.C. 156......... 2750to 2764,
2766

Plant......cccooiiiii e

Utility
When Office personnel should express opinion.........
1701

Export control of patent applications..................... 120
Exposure of papers during interviews..... 101, 713.07
Expounding patent law...........ccccoecveerineeiineene 713.02
Express abandonment.............ccccceeevnneen. 711, 711.01
To avoid publication of application..... 711.01, 1125
Expunge information in application file............ 724.05
724.06, 1002.02(b), 1002.02(c), 1002.02(c)(4),
2267, 2269
Extension of shortened reply period............ 710.02(e)
Extension of time... 706.07(f), 710.02(e), 1002.02(c)
For filing brief.......... 1203, 1205.01, 1206, 1208,
1215.04
For filing continuing application................. 201.06(c)
General fee authorization.................cc....... 710.02(e)
Reexamination
EX Parte .....cccceeeveeeeveeieeeeneennn, 1002.02(c), 2265
INter partes ......cocceeveveiiveniieennnnnnn, 1002.02(c)(4)
Request.........cccoveveeiiiciiennen. 710.02(e), 1002.02(c)
Extension, patent term (See also: _Term, Patent)
Extraordinary situations
Abandonment, revival............cccoeeeeeieeennnns 711.03(c)
Deferring issue.................... 502, 502.01, 1306.01
Interview after iSsue..........cccooiiieeeiiniiiieneen. 713.10
Reexamination, ex parte ........ 2227, 2265, 2274,
2283
Reply period reset.........ccovveeiiviiiieneeeeiiie. 710.06
Suspension of rules.........ccccevvviiieee i, 1002
Time to file.....ooooiiii e, 1205.01
Withdrawal from issue.......... 502, 502.01, 711.01
F
Facsimile transmission
Assignment documents.................. 302.09, 502.01
Central NUMbDEr.........ccovvivieiiiiieeeeeees 502, 502.01
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Facsimile transmission — File wrapper

Sec. No. Sec. No.
COorreSpoONdeNCe.......cuuveeeeeeiiiiiee e 502.01 Credit card payment of.................... 509, 706.07(f)
Declaration or oath 502.01 Current amounts available on USPTO Web site.........
PCT international application.......... 1805, 1834.0 509, 1730
1865 1893.01(a)(1) Document Size........cccccveerneneennnen. 608.05, 2810.01
Maintenance feeS........ccoovvviiiiieiiiee e 2510 Electronic copy of sequence listing............. 2419.02
Permitted types of correspondence............... 502.01 2419.03 2435
Prohibited types of correspondence.............. 502.01 Examiner's amendment.................c..cc..... _706.07(f)
Reexamination Extensions of time.........ccccveveiiiieiiineenn _706.07(f)
Y- U 2224 FiliNG. e 509, 607
Secrecy order application, not permitted........... 120, Claims in excess Of.......cccceeiiiiiiieeiiiiieeeee 607
502.01 Dependent claims.........c.ccceevvveeeninieenns 608.01(n)
Supplemental examination............cccccoceeeeennneen. 2806 Deposit aCCOUNL........ccceeeiiieeiiiee e 509.01
Federal Circuit (See also: _Court of Appeals for the INAdEeqUALE.........oeeeiriieiee e 509
Federal Circuit (CAEC)) International application....... 1805, 1810, 1827
Federal holiday Basic national fee for national stage entry........
Abandonment date............cccoerviinicnneen 711.03(c) 502.01, 502.05, 509.03, 512, 1834.01,
Appeal bref.........cocoooveeeeeeeeeen, 1205.01, 2274 1893.01(a),  .1893.01(a)(1).  1893.01(c).
(OF 1V I=Tox 1[0 o OO 1216 1893.02
Continuity between applications................ 211.01(b) MICrO entity StatUS........ocoovvvvvnneisinnnnenns -509.04
Effect on Priority Mail Express Service............... 513 NON-ElECrONIC.......eeveiiiieeiic e 607
Effect on reference.... 2120.01, 2133.01, 2135.01, Nonprovisional application.................... 601.01(a)
2139.02 Provisional application............c.cccccec.... 601.01(b)
Filing date........ 502, 502.01. 502.05, 505, 512, Reduction for micro entities....................... 509.04
513 Reduction for small entities....................... 509.02
Foreign application copendency.................c....... 213 Reexamination
Foreign patent...........ccccevvveeeiniennne. 2135, 2135.01 EX parte .....cccoccoviiiiiiieieeeee 2215
Maintenance fees.........cccccevvvriiiieneennne. 2504, 2506 REISSUL.... .ottt 1415
Papers not received............ccceveeiiiiieneen. 502, 503 Return Postcard Receipt................. 503, 607.02
Period for reply ending on.................... 505, 710.05 Small entity.......ccoovvviiiiiiiee e 509.03
Prior art effective date............... 2120.01, 2139.02, Issue (See also: Issue fee)
2152.05 Maintenance (See also: Maintenance _fees)
Provisional application copendency............... 201.04 PAYMENT.....ceecveeieicies e 509
PTO business hours..........ccccceeeiiiiieeeeeiiiiieeenn 510 BY EFS-WED.....cooveeeeeeeeeeeeeeeeeeereseen, 502.05
Reply period...........cveiiiinnin 710.05 PEtition t0 rEVIVE........cveveeeeeeeeeeeeeeesseean 711.03(c)
Statutory bar.............. 2133, 2152.02, 2153.01to Publication fee.............. 1126, 1133, 1303, 1306
2153.02 Reduction for micro entities.............cccccevnenne 509.04
StAULOrY PEMOD.....ooovvovveiiii 710.01(2) Reduction for small entities..........c...cccuveeeennn. 509.02
Unscheduled Closings..............coooooovvvvvvveeeennns 213.03 Supplemental examination......................... 2810.01
Federal license rights........ccocoiieiiiiiiiiiiiee, 310 Field of search......... 904, 904.02. 904.02(a). 1701
Federal ~ Rules  of  Cuil Procedure NOtatioN in file..............ccccooroorrrrrrrreen 719.05. 904
Rule 8(b) Cited........ccevveeiiiiiiee e 410 Field of search, notation by examiner......... 705.01(a)
Rule 11(b) 719.05 904 904.02(a)
Cited.....ooiiiii 402.03, 410 Figures (See also: Drawings)
Reproduced...........cociiiiiiii, 410 File Ordering System.................... 711.04, 901.01(a)
Fee (See also: _ Refunds) File wrapper (See also: Image file wrapper) ........ 719
AUIESS....oviiiiii 2540 ACHON Ntered.........covveveeveereeeeeerereeeeeeeen, 707.10
Appeal.....oiiii 1204 Allowed case data entered.......................... 1302.09
Appeal forwarding fee 1208.01 Amendment endorsed..............ccoeuevererrnennnn. 710.05

Assignment recording............c.cooeennninn 302.06 Assignment endorsement.............cooveveveveereenn. 303
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File wrapper — First inventor to file provisions of the Leahy Smith America Invents A...

Sec. No. Sec. No.
Civil action diSpoSition.............ccceeevviiveeeennn. 1216.02 Continued prosecution application (CPA)... 201.06(d)
Classification data 719.03 Deposit account 509.01
Classification history.........ccccooeeeeiiieeniniennnn. 719.03 INAEQUALE.........eeee i 509
ComPIEteNESS.......ceeiiieeiiieeceee e 724.01 Reduction for micro entity..........cccccoeeeeerneenn. 509.04
Continuation, Former Rule 1.62 (FWC) Reduction for small entities..........c.cccccvveeeennn. 509.02
PUDIiC ACCESS......vvvveiieiiieiiieiiiee e, 103 Reexamination
RESIIICHON. ....eiiiiiie e 819 EX PAre .ooovevieeeiiie e 2215
Data entered on..........cccceeevueeeenen. 710.05, 1302.09 Reissue application............cccceveeiiiiieneeeieineee. 1415
Field of search........cccccoeoveiiieiiiiiic e 719.05 REtUM...coiiiie e 503, 607.02
Field of search, patentability report........... 705.01(a) Filing receipt (See also: _Postcard, self-addressed) .....
Foreign application cross-noting.... 202, 1893.03(c), 503
1895.01 Final action (See also: Final rejection)
Foreign filing date entered on....... 719.06, 1302.06 Final data capture.........ccccooveveviieeiiiie e 1309
Index of claims........ccoeeviiiiiiice e, 719.04 Final reJection.........cccceevieeeiiiie e 706.07
Licensing and Review stamp............ccccceeeeeinnen. 140 Amendment after............ccccoeeeneeen. 71412, 714.13
Notes to application of another party.................. 101 Amendment after, entered in part.................. 714.20
Papers iN.......ccceevieiiiie e 719.01 First action.... ... _106.07(b)
Parent application notation on........... 202, 1302.09 INEEIVIEW. ..o 713.09
Printout of search history..........ccccccceeviivennne. 719.05 Letter. e e 706.07
Relation of application noted on..............cccen.e. 202 Patentability report...........ccooceeeeviieeinieennns 705.01(a)
Residence changed..........cccoccviiiiiienninns 719.02 Petition to vacate..........ccccceevvcieiiee i, 1002.02(c)
Return of paper entered on..........ccccceeevneenn. 719.01 Premature........cccovvvieiiniiiec e 706.07(c)
“Searched” box entries.........cccoeeeeeeeeeiiieiennnn. 719.05 Premature, Withdrawal of.......................... 706.07(d)
“Searched notes” box entries...........ccccceeeennee 719.05 Primary examiner’s attention required.............. 1004
Signing by primary examiner.............c......... 1302.13 Request for continued examination (RCE).................
Statutory period ends on nonworking day..... .710.05 706.07(h)
Files REPOSILONY........coceveeerceerereerereieeennan 711.04(b) Reexamination, ex parte
Filing date............ 201.06(c), 502, 503, 505, 5086, Secrecy order application
506.02 SPECIAL..ee i
Continued prosecution application (CPA)... 201.06(d) Time for reply...cccceeeeiiiiieiee e
Effective, prior application............ 211.02, 2133.01, Transitional procedure............cccccceeeviineen.
2139.01 2152.01 2154.01(b) When proper... 706.07, 706.07(a), 706.07(b)
EFS-Web......ovii 502.05 WIthdrawal............o.cveveveeeerrreereessseseeeen 706.07(e)
Foreign application, Convention date (See also: Withdrawal, Primary examiner's attention........ 1004,
Foreign application) .........ccceoeeeveieeciinnn, 214.03 1005
International application................cccoceviinnn. 1810 Withdrawal of premature............c.c..c..o...... 706.07(d)
Later filed application as disclosure.......... 608.01(p) First action final rejection................cc......... 706.07(b)
Patent Cooperation Treaty (PCT).........c.coccvuene 1810 INaN RCE.....ccovieiveeeennn, 706.07(b), 706.07(h)
Petition......... 506.02, 513, 601.01(b). 601.01(c), First inventor to file provisions of the Leahy Smith
601.01(f). 601.01(g) America Invents Act (AIA)
Priority Express Mailing date............... 506.02. 513 Affidavits or declarations under 37 CFR 1.130...........
Refusal to accord..........cccoovverviiiiciiiiiienenns 506.02 717.01to 717.01(f), 2155
Review of refusal to accord 506.02 Claiming same invention................ e £17.01(d)
Subsequent publication as disclosure....... 608.01(p) Enablement..........cccooiiiiiiiieiiieee e 2155.04
Filing date of reexamination request Evaluation of............ 717.01(a)(1), 717.01(b)(1).
EX PAME oo 2214, 2215 717.01(e)
Filing date of request for supplemental examination..... Formal requirements...............c.c.coeone 717.01(c)
2812.01 Showing disclosure was made by inventor.............
Filing fee (See also: _Fee) Refunds) .................... 607 717.01(a). 2155.01
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First inventor to file provisions of the Leahy Smith America Invents A... — Foreign application

Sec. No.

Showing prior disclosure of subject matter by

[131Y7=T 01 (o] S 717.01(b), 2155.02
Showing disclosure was subject matter obtained
from inventor.................... 717.01(b)(2), 2155.03
When available..............cccoce.. 717.01, 2155.06
When not required..........ccccooviuiieieenniiieenn. 717.01
When unavailable..................... 717.01, 2155.06
Who may file.........cccevenenen. 717.01(c), _2155.05
Determining whether application is subject to first
inventor to file provisions

Applications filed before March 16, 2013...............
2159.01
Applications filed on or after March 16, 2013.........
2159.02
Applications subject to both pre-AIA 35 U.S.C.
102(g) and AIA 35 U.S.C. 102 and 103.... 2159.03

Transition application.............cc.ccceeviieenns 2159.04
Effective filing date of claimed invention...... 2152.01
Improper naming of inventors.............cccccceuu.e. 2157
Joint research agreements..........ccccccoovvvveneenn. 2156
Prior art

Under AIA 35 U.S.C. 102(a)(1)............ 2152.02 to

2152.04

Under AIA 35 U.S.C. 102(a)(2).....cceveeneen. 2154 to

2154.01(c)

Under AIA 35 U.S.C. 102(d)............... 2154.01(b)

Under AIA 35 U.S.C. 103......cccceeivierienieeene. 2158

Prior art exceptions under AIA 35 U.S.C. 102..... 717
to 717.02(d), 2153, 2154.02 to 2154.02(c), 2156
Commonly owned or under obligation of
assignment......... 717to 717.02(d), 2154.02(c)
Grace period inventor or inventor-originated
disclosure..... 717to 717.01(f), 2151, 2153.01,
2153.01(a), 2153.02, 2154.02t0 2154.02(b)

Joint Research Agreements...........ccccoeveene 2156
OVEIVIBW...uvviiiieieieiiiieeieeeee e e aneans 2151
First Office action form........ccccoeevvivviiiiiieeieeeeeeen, 707

First action on the merits (FAOM) (See also: _Letter

Examiner’s)

Five year pendency...........ccoceveeeinns 707.02, 708.01
Flowchart for
Claim interpretation for a term that does not invoke 35
U.S.Co 112(F)ceeeeeeeeeeeeeeeeeeeeee, 2111.01

Effective date under pre-AlA 35 U.S.C. 102(e)...........
2136

Examination of computer-related inventions..... 2106

Sec. No.

Transitional after-final procedures (37 CFR
1.129(8)) e cuveeeereerireeree it 706.07(q)
Treatment of applications having conflicting claims.....
804

FIOW ShE€t......ccvviiiiiiiiiie e 608.02
FOIA (See also: _Freedom of Information Act (FOIA))
Font, type....cooviieeee e 608.01, 1504.01(a)

Foreclosure (See also: _Assignment: Security interests)
Foreign application (See also: International application)

As prior art.......... 2120, 2127, 2139.01, 2152.01
Certificate of correction to perfect priority..... 216.01
1402 1481 1481.03

Certified copy to avoid reference... 213, 2136.05(a),
2152.06

Certified copy not filed.............ccccoeenneee. 214.03(VI)
Cross-noting on file wrapper/history................... 202
Date entitled t0..........cevcveeniiiiiencec e 213
Design patents.........ccccceeeeveeneenn. 1504.02, 1504.10
Determination of priority..........ccccceeevvneee.. 213, 216
DISCIOSUIE.......cuviiiiiieiii it 216

Duty of disclosure of information cited..... 2001.06(a)

English language translation for benefit of date..........
213, 213.06, 216, 2136.05(a), 2152.06

Ex parte reexamination to perfect priority.... 2258.02

Filed more than a year before U.S. application... 213,
214.03

Filing in foreign country.........c.cocoevcvieiiieeinnennn. 140
FIrSt. e 213.03
Great BritaiN.......ccccceeeeeeeeeeiiieccccins 213.03, 216
Identification.........c.ccceeiiiiiiee 214.04
Incorporation by reference in U.S. application..... 217
License to file.....uuvveeeeevenennnnnn. 140
Listed on oath/declaration 13.02, 214
No claim for priority........cccceevevvieeeeeiiiiieeeeee 214.02
No reference made in declaration.................. 214.03
Notice to Office after nonpublication request..... 1124
Noting earliest date in file history/wrapper.......... 202
Ordering COPIES. ......cueeerriirieaeeiiiiieeeeeeine 901.05(c)
Overcoming reference which is................ 216, 715
Prior art cited in related.............ccccocouveee. 2001.06(a)
PRIOFIY ..o 213
Papers not filed..........ccooceveiiieeinice e 214.03

Petition for unintentionally delayed claim for priority....
214.02, 215.02, 1002.02(b), _1002.02(p), 1402,

Reexamination provisions, ex parte ................ 2201
Reformed PCT System........cccccvvevieiiiiiiiieeennnns 1842
Supplemental examination...............ccccveeernnne 2801
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1417, 1481.03, 2258.02
Priority document in parent application........ 214.03
215

Reissue application claiming foreign priority..... 1402,
1410, 1417 1444
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Foreign application — Form letters and forms

Sec. No.

Design patent applications............... 213, 1504.02
1504.10

U.S. effective filing date or effectively filed date
computed.... 213.01, 2136.03, 2139.01, 2152.01,

Sec. No.
Ribboned..........ccovvii 608.01
Same iINVENtION.........cccooeeiiii s 213
SEAL ...t 602
Statutory bar........ccocceeviiiineeenen, 2135, 2135.01
Time limits to submission..................... 213.06, 214

Certificate of correction...........ccccceeevvnneen. 216.01
REISSUE.....ccvvivieiiieeiieeie 214, 215, 216.01
Translation required.... 213, 213.04, 213.06, 214,
215.03 216, 217
Foreign countries recognized for priority.......... 213.01
Foreign executed oath..............cccevieerineennnnen. 602.04
Foreign filing, Proving priority................ 213.02, 214,
2136.05(a) 2152.06
Foreign filing date
ENtitled 10....c.evviiiieeeiie e 216
On file wrapper/history.........ccccoocvieeiiiiiiieeeeee 202
Foreign filing license.........cccccccvvviveeeeeninns 115, 140
FOr PCT .ot 115, 1832
Foreign language
Application.........ccccecevvererenienne 608.01, 609.04(a)
Oath or declaration...........cccoceeeriiieinieeennnen. 602.06
Foreign patent
Art colleCtion.........ccuvveeeeiiiiiiee e 901.07
Citation........cccoveeiececececee, 707.05(e), 901.05(a)
Citation dates and information.................. 901.05(a)
901.05(b), 1851
Classification...........ccccceevieiieiees e, 903, 903.03
CouNtry COOES......uvvvieiiiiiiiiee i 1851
Database search...........ccccccooeiiiiiiiicccciiiiiiinnes 2135
Document citation, iNn PCT......cccoooeeeviviviiviinnnnnn. 1851
DUpliCates.......ccoviriiiee e 903.03
Effective date........ooeeeeiiiiiiiiiiiis 901.05(b)
Family of (INPADOQC).......c.ccccevveeiiieerireennn 901.06(a)
In prior art statement 609, 609.01
Individual country overview.............cccc.ocuueee. 901.05
JOUNAIS.......veiiiiiiiiiee e 901.06(a)
LaW OVEIVIEW. ....ccovvieiiiieeniiie et 901.05
Library.......cooi 901.06(a)
Listing at allowance............ccccoovverineeiineenne 1302.12
OPPOSILIONS......cvvieiie e 901.05
Ordering COPIES. .....cceeviuvieeieeiiiiiiiee e 901.05(c)
Print of, where obtained..............ccccoceeeeo. 901.05(c)
Reference........ 901.05, 2120, 2139.01, 2152.01
TranSfer. ... 903.05
Translation of...........cccccveeeiiinennn. 901.05(d), 2120
Unlicensed, same applicant...........c..cccccveveeennnnns 140
Foreign priority (See also: Foreign application) .... 210
to 17
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Index-36

2154.01(a), 2154.01(b)

Formal matter
Allowance and issue... 1302.01, 1302.02, 1302.04
Amendment of application in issue................ 714.16
Claim allowable except for................ 706, _707.07(j)
Review of action invoIVING..........cocccevveeniiee e,
Right of benefit to prior domestic application..... 210,
211, 1402, 1405, 1410, 1481.03
Right of priority to prior foreign application........ 210,
213to 217, 1402, 1410, 1417, 1481.03
Specification format..........ccocceevviieeniiieninnennn 608.01
When taken up..... 707.07(a), 707.07(e), 707.07(j).
714.02

Former employee restrictions............cccccveeeeenneee. 1702

Form letters and forms
Abandonment...........ccccceeiiiiiiinie e 711.04(c)
Advisory Action.........cccceecueeerineen. 706.07(f), 714.13
Advisory Action - Ex-parte Reexamination
PTOL-467.......... 2250, 2265, 2266.01, 2266.02,
2266.03, 2272, 2296
Allowability..........ooiiiieiiiiii e 1302.03
Amendment received after allowance....... 608.02(z),
714.16(d), 714.16(e)
Amendment after Board decision, refused entry........
1214.07
Amendment not fully responsive.................... 714.03
Amendment unsigned............ccceeevnieenne 714.01(a)
Certification of Micro Entity Status (Gross Income
Basis) PTO/SB/15A .......ccoccuviviieiiieneeen, 509.04(a)
Certification of Micro Entity Status (Institution of Higher
Education BasiS) .........ccceeieeiiiiiiiieieeene 509.04(b)
Certificate of Correction form PTO/SB/44 or PTO
L1050t 1480, 1485
Certificate under 37 CFR 3.73(b) PTO/SB/96..... 324

Certificate under 37 CFR 3.73(b) PTO/AIA/96.... 325
Change of Correspondence Address, Application

PTO/SB/122.......ooeeiciieiiiie e 403, 2542
Change of Correspondence Address, Patent
PTO/SB/123.......oviiiiiieiiee e 403, 2542
Cover sheet, assignment document.............. 302.07
Cover sheet, provisional application
Cited. i 201.04, 601
Reproduced..........cccueeeeiiiiiiiiiiiiiiieeee e 201.04
Credit Card Payment Form PTO-2038
Cited.......... 509, 1302.04, 1306, 2510, 2522
Reproduced..........ccoeeeeiiiiiiiiiiiiiee e 509



INDEX

Form letters and forms — Form letters and forms

Sec. No.
D-10. it 130, 1304.01
120
DM/M.....ovvveenn. 2905.01, 2909, 2909.03, 2910,
2920.05(d) 2920.05(f)

Death of Attorney, Application ready for allowance.....
406

Declaration for Plant Patent Application PTO/AIA/09..
1604

Declaration for Reissue Application by the Assignee

PTO/AIA/QB.........ovveeeieiieee et 1414.01
Declaration for Reissue Application by the Assignee
PTO/SBI52.....c.oiiiieiieeiesee e 1414.02
Declaration for Reissue Application by the Inventor
PTO/AIA/OS.......oiiiiieiie e 1414.01
Declaration for Reissue Application by the Inventor
PTO/AIAISL......ooiiiiieee e 1414.02
Declaration for Utility or Design Patent Application
PTO/SB/OL.......ooiiiiiiiiiieeeeeec e 602.01(b)
Declaration for Utility or Design Patent Application
PTO/SBIO1A. ..o 602.01(b)
EFS-WED.....coiiiiiiieciee e 502.05
Election of Species........cccoveeiniiiiriiniennn. 809.02(a)
Examiner Checklist — Reexamination PTOL-1516......
2287 2295 2296
Examiner’s action PTOL-326.......ccccceeeeeeevvivinnne. 707
EXaminer's @answWer..........cccoevvveneenineeneenneeninns 1207
Fee Address Indication PTO/SB/A7

Cited....ooeiiiiiee e 2540, 2595

Reproduced..........cocvveiieiiiiiiieee e 2595
Final rejection..........cccoooiiiiiii e 706.07

For Design Applications Only: Continued Prosecution
Application (CPA) Request Transmittal PTO/SB/29.....
201.06(d)

For Design Applications Only: Receipt For Facsimile

Transmitted CPA PTO/SB/29A.................. 201.06(d)
45-day Letter......coooiiiiiiiieiiiiecee e 150
General Office Action, Ex Parte Reexamination
PTOL-466........ccoccveeiiieeeiiieeiiieesieeens 2262, 2296
General(Ex-Parte)ReexamCommunicationPTOL-473
(With SSP)..ecviiiiiiiiieeeeie, 2250, 2266.03, 2296
Incorrect citation of references, Correction.................
707.05(q)
Information disclosure statement (IDS) PTO/SB/08
Cited................. 608.01, 609, 609.02, 609.03,

609.04(a), _609.05(a), _609.05(b). _609.05(c).
609.06, 609.07, 609.08, 707.05(d), 1302.12,
1406, 1893.03(g), 1901.03, 1901.06, 2001.04,
2003, 2004, 2214, 2246, 2256, 2257,
2258.01 2287

Reproduced.........coocuvieiiiiiiiiiiiieeeiieeeee 609.08

Index-37

Sec. No.

Interference Initial Memorandum..... 2302, 2304.02

2304.04(a)
Interfering  Subject  Matter, Secrecy order
applications.........cccevveeveeeieenen, 2304.01(a), 2306

International application transmittal (PTO-1382)........
1830

Interview Request, Applicant Initiated PTOL-413A.....

713.01 713.04 713.05
Interview Summary, PTOL-413/413B........... 713.01
713.04 714.13
Interview Summary PTOL-474, Reexamination.........
2281, 2296

Issue Classification, Designs PTO-328........ 903.07,
907
Issue Classification Form/Sheet/Slip... 903.07, 907,
1302.09, 1302.10, 1302.13, 1611, 2287
DIgESES..eei it 903.07
Issue Fee Transmittal PTOL-85B.... 307, 308, 324,
325, 512, 605.01, 1306.01, _1306.02, 1309,
1481.01

Maintenance Fee Transmittal PTO/SB/45
(01 1Yo 2515, 2595
Reproduced..........coovvveeieiiiiiiieee e 2595

Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

Cited...oooeiiiiiieeeeinee,

Reproduced
Notice of Abandonment PTOL-1432............. 711.02
711.04(c)
Notice of Abandonment under 37 CFR 1.53(f) (CPA)
For Design Applications PTO-2019........... 201.06(d)
Notice of Allowability PTOL-37... 601.01(a), 602.03,
608.02(b), 608.02(z), 609.05(b), _707.05(q).
710.02(e), 714.03(a), 714.13, 812.01, 1302.03,
1302.04 1455

Notice of Allowance and Issue Fee Due PTOL-85.....
115, 203.08, 509.03, 605.01, 708.02(a), 1126,
1303, 1306, _1306.01, _1306.02, 1309, 1512,
2001.04, 2406, 2411, 2411.03, 2540

Undelivered........ccoovvviiiiiiieiiiiieeeee 1303.02
Notice of allowance, Secrecy order applications
D-10..cciiiiiieiiieeeiee e 130, 1304, 1304.01
Notice of Appeal from the Examiner to the Patent Trial
and Appeal Board PTO/AIA/31........ccccevvunneeen. 1204
Notice of Defective Paper — Ex Parte Reexamination
PTOL-475.......... 2250, 2266.02, 2266.03, 2272,
2273 2295 2296
Notice of Failure to Comply with Ex Parte
Reexamination Request Filing Requirements
PTOL-2077....ociiiiieiiiieeeiie e 2218, 2227
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Sec. No.

Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8,1995 PTO-2011

Reproduced.........ccoouvviiiiiiiiiiieieeeiieeee 201.06(d)
Notice of Improper CPA For Design Applications
PTO-2012 Reproduced...........ccccceeerennnnene. 201.06(d)
Notice of Improper Request for Continued Examination
(RCE) PTO-2051......ccceuvennee 201.06(d), _706.07(h)

Notice of Incomplete Nonprovisional Application........
506, 601.01(d), 601.01(e). 601.01(f). 601.01(q).
2731 2732
Notice of Incomplete Reply (CPA) for Design
Applications PTO-2018 Reproduced......... 201.06(d)
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469............... 2234, 2250
2250.01, 2256, 2262, 2266, 2273, 2274, 2283,

2285, 2287, 2287.01, 2288, 2296
Notice of Non-Acceptance of Patent Maintenance Fee,
PTO-2142....ccccoiiiiee e 2531
Notice of Non-Compliant Amendment............... 714,
714.01(e), 714.03
Notice of Non-Compliant Supplemental Examination
REQUEST.....coiiiiiiieee e 2812.01
Notice of Non-Recordation..................c.c.uv.e... 302.09
Notice of Omitted Items ina Nonprovisional Application
PTO-1669.......... 201.06(c), 601.01(d), 601.01(q).
2731 2732
Notice of Overpayment of Patent Maintenance Fee,
PTO-211..cuiiiiiiiiiiieee e 2550
Notice of Recordation............ccccceeeevvveeeeeiinnns 302.09
Notice of References Cited PTO-892........... 608.01

609.02, 609.03, 609.04(a), 609.05(a), 609.05(c),
609.06, 707, _707.05, _707.05(a), _707.05(c),
707.05(d), 707.05(e), 707.05(f), 707.05(g). 2246,
2257

Notice of Special Acceptance of Patent Maintenance
Fee, PTO-2143.....cco it 2530
Notice of Withdrawal from Issue under 37 CFR
L1.3L3(B) e 1308
Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468........ 2273, 2274, 2296
Notice to Comply With Requirements

Applications For Patent Containing Nucleotide

Sequence and/or Amino Acid Sequence

Disclosures.......... 2414, 2421.03, 2731, 2732
Notice To File Missing Parts of Application.................
601.01(a), 601.01(c), 602.05(b), 607, 708.02(a),

708.02(b), 710.02(d), 2731, 2732
CPA for Design Applications PTO-2021
Reproduced.........cccoevvieeeiiiiiciniiece, 201.06(d)

Notice Requiring Inventor's Oath or Declaration,

PTOL-2306......ccccceieiiieeeiiieeiiiee e 710.02(e)

Index-38

Sec. No.

Notification of Loss of Micro Entity Status,

USPTO/SB/460........ccocoveeveernnnns 509.04(e) . 2550
Notification of Non-Compliant Brief (use of PTOL-462
discontinued)..........ooeeeviiiiiieiie e 1205.03
Office Action — Ex Parte Reexamination PTOL-466...
2262, 2296
Office Action Summary PTOL-326........... 608.02(h),
717.01(f
Order Granting/Denying Request for  Ex-parte
Reexamination PTOL-471.................... 2247, 2296
Reproduced..........coceeviiiiiiiiiiiiie e 2247.01
Patent Term Adjustment Statement under 37 CFR
1.704(d) PTO/SB/133......coiiiiiiiiieeiri e 2732

PCT forms (See also: _Patent Cooperation Treaty

(PCT))

Petition for express abandonment to Avoid Publication

under 37 CFR 1.138(c) Reproduced................ 1135

Petition for Revival of an  Application
For Application Abandoned for Failure to Notify the
Office of a Foreign or International Filing
PTO/SB/64a

Cited....oooovvviireeeinns 711.03(c), 1124, 1135
Reproduced...........ccccoeeeennne 711.03(c), 1135

For Application international application abandoned
Unintentionally PTO/SB/64/PCT........... 711.03(c)
For Application Abandoned Unintentionally
PTO/SBIB4.......cooieiiiiiieiieee e 711.03(c)
Power of Attorney

For applications filed before 09/16/2012
Power of Attorney or Revocation of Power of
Attorney With a New Power of Attorney and
ChangeofCorrespondenceAddressPTO/SB/81

........................................................ 402.05(b)
Power of Attorney to Prosecute Applications
before the USPTO PTO/SB/80............ 402.07

For  applications filed after 09/16/2012
Power of Attorney to Prosecute Applications
before the USPTO PTO/SB/80........ 402.02(a)
Transmittal for Power of Attorney to One or More
Registered Practitioners PTO/AIA/82 ..............

402.02(a)

Provisional application for patent Cover sheet
PTO/SBIL6.......coiiiiiieiiieiie e 201.04
PTO-271

Cited...viiiiieiie 1309.02
PTO-328......ciiiiiiiieiiieee e 903.07
PTO-850

Cited.. 1002.02(d), 2302, 2304.02, 2304.04(a)

Reproduced..........ccuueeeiiiiiiiiiiieiiieee e 2302
PTO-892
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Sec. No.

Cited........ 608.01, 609.02, 609.03, 609.04(a),
609.05(a), _609.05(c), 609.06, 707, _707.05,
707.05(a), _707.05(c). _707.05(d). _707.05(e),
707.05(f), 707.05(g), 901.06, 1302.04, 1302.12,
1406, 1455, 1901.06, 2246, 2257

Sec. No.
PTOL-306......ccceeirieiieirieniie e 1481.02
PTOL-324.....coiiiiiieee ittt 714
PTOL-326
Cited.... 214.03, 215, 608.02(h), 706.07, 707,
710.02(b), _714.03(a). 812.01
Reproduced..........ccoceveeiiiiiiiiiii e 707
PTOL-404.......uiiiiiiiiiiiieiiiiaeaeeeeee 1480.01, 1485
PTOL-413A. ... 713.01, 713.04
PTOL-413B.......cccccuvenunenne 713.01, 713.04, 714.13
PTOL-461......uutiiiiiiiiiiiiiieiiiieeeeee e 1215.04
PTOL-462 (discontinued).........cccceeeerveeennne 1205.03
PTOL-462R (discontinued)..........ccccceeeuuveeeennne 2274
PTOL-465........cccceueenee. 2246, 2262, 2264, 2296
PTOL-466........cccooieiiieniinrienireeiee e 2262, 2296
PTOL-467.......... 2250, 2265, 2266.01, 2266.02,
2266.03 2272, 2296
PTOL-467A.......ccccceeenenn 2266.02, 2266.03, 2296
PTOL-468........ccoeoeiirieiiinneens 2273, 2274, 2296

PTOL-469.... 2234, 2250, 2250.01, 2256, 2262,
2273, 2274, 2283, 2285, 2287, 2288, 2296

Reproduced.........c.ccccevviieeiiiiciniiece, 707.05(a)
PTO-1050......ccccccrviiieeninnns 1480, 1480.01, 1485
PTO-1382.....ccciiiiiieiiiiieenie e 1830, 1832
PTO-1516.....ccteiiiieeiiiieiiieeens 2287, 2295, 2296
PTO-1517...ccoceiiiiiiiiceiecnee 2287, 2295, 2296
PTO-1595.....cciiiiiiiiieeriee e 302.07
PTO-2011..cciiiiiiiieiiee e 201.06(d)
PTO-2038

Cited.......covevveeennne 509, 1302.04, 1306, 2510

Reproduced..........ccovvieeiiiiiiiiieeeee e 509
PTO-2051.....cciiiiiiiiiiiieiie e 706.07(h)
PTO-2142......coiiiiiieieeee e 2531
PTO-2143..... e 2530
PTO-2293.....ci ittt 2296
PTO-2302.....ccciiiiiieiieeniie e 2818.01
PTO-2311.......... 2250.03, 2266.02, 2272, 2273,
2295 2296
PTO-2320......ccciiiiiiiieeiie e 2905.01
PTO/SB/08

Cited.......ccoeene. 608.01, 609, 609.02, 609.03,

609.04(a), _609.05(a), _609.05(b). _609.05(c).
609.06. 609.07, 609.08, 704.14(c), 707.05(d),
1302.12, 1406, 1901.03, _1901.06, 2214,
2246, 2256, 2257, 2258.01, 2287

Reproduced.........ccoccvvvvieiiiiiiiee e 609.08
PTOL-37
Cited.......ccoeeneee. 203.08, 601.01(a), 608.02(b),

608.02(z), _609.05(b), _707.05(g). _710.02(e).
714.03(a), 714.13, 812.01, 1302.03, 1302.04,

1302.12 1302.14 1455

Reproduced..........ccoovvveeieiiiiiinie e 1302.03
PTOL-85

Cited..... 203.08, 1303, 1306, 1306.02, 1308,

1308.03

Reproduced.........ocovveiieiiiiiiiiec e 1303
PTOL-85B

Cited....... 307, 308, 324, 325, 509.03, 512,

605.01, 1303, 1306, 1306.01, 1306.02, 1309,
1481.01

Reproduced.........coocvvvviiiiiiiiiieee e 1303
PTOL-85C Reproduced........c..cooovveveeeiniiineennn. 1303

PTOL-90................ 608.02, _608.02(b). _609.04(b),
706.07(h), 707, 714.16, 1207.05, 1208, 1210

PTO-271.....cooviviiinenne 714, 714.16(d), 714.16(e)
PTOL-308..... 706.07(f), 711.03(c). 714.13, 1453

Index-39

PTOL-471D....ccooiieeiieeeeciee e 2247.01, 2296
PTOL-471G....ccciiiiieieiiieeeiee e 2247.01, 2296
PTOL-473....coveieeeceeeen. 2250, 2266.03, 2296
PTOL-474.....oii et 2281, 2296
PTOL-475.......... 2250, 2266.02, 2266.03, 2272,
2273, 2295, 2296
PTOL-476.......oiiieeeeeeeee e 2287, 2296
PTOL-1432......ccciieeiiieeeieeen 711.02, 711.04(c)
PTOL-1516.....ccciiiiiiiieeiiiieeiiee e 2287, 2296
PTOL-1517....ooiiiiieiieeecieeene 2287, 2295, 2296
PTOL-2057.....cceiiiieeciieesiieeestee s niree e 2227
PTOL-2077....oeeiiiii e 2227
PTOL-2079....cciiiiieeeee e 2227
PTOL-2079....ccii i eeieeecteee e siree e 2249
PTOL-2306......cccccuieiiieeeiiieeeiiie e 710.02(e)
PTOL-2311, reproduced...........ccccuveeeeeennnnee 2266.02
PTO/AIA/01 through PTO/AIA/11

CIted. i 602.01(a)
PTO/AIA/05

(011 Yo [ 1410.01, 1414, 1414.01

Reproduced..........ccocveeeiviiiiieee e 1414.01
PTO/AIA/06

(011 Yo [ 1410.01, 1414, 1414.01

Reproduced..........ccovveeeiiiiiieeee e 1414.01
PTO/AIA/07

Reproduced..........cocevvieiiniiieiiec e 1414.01
PTO/AIA/14............. 402.02(a), 601.05, 601.05(a)
PTO/AIA/2S. ..o 1490
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Sec. No.

PTO/AIAI25@.........ccoiiiiiieiiieic e 1490
PTO/AIAIZ2B.......cceiiiiiieiieee e 1490
PTO/AIA/2BA. .......cceeiiiciiiiie e 1490
PTO/AIAIBL.....ooiiiiiiiiieseee e 1204
PTO/AIA/33

Cited....veiiiecee e 1204.02
PTO/AIA/34

Cited....ee i 1208.01
PTO/AIA/40

Cited....oooiiiiiee e 602.01(c)(1)
PTO/AIA/50

Cited.......ccoovvreenne 1410, 1410.02, 1415, 1451

Reproduced...........cccvevviieeiiiieeiiee e 1410
PTO/AIA/BO.......ccvieiiiiieieeeee e 402.02(a)
PTO/AIA/BL......cooiieiiiieceee e 402.02(a)
PTO/AIA/B1A

Cited.....ovvieiieeieeee 402.02(a), 402.02(b)

Reproduced.........c.ccocevviieeiiiieiniiece, 402.02(a)
PTO/AIA/81B (reproduced)................... 2222, 2805
PTO/AIA/B2.......oiiii et 402.02(a)
PTO/AIA/BS......ooiiieieeie e 402.06, 2223
PTO/AIA/B........ccvveevieiiiiieee 325, 402.02(a)
PTO/SB/01 through PTO/SB/04

Cited....eeiiiecieee e 602.01(b)
PTO/SB/08

Cited.......ccoene. 608.01, 609, 609.02, 609.03,

609.04(a), _609.05(a), _609.05(b), _609.05(c),
609.06, 609.07, 609.08, 704.14(d), 707.05(d),
1302.12, 1406, 1901.03, 1901.06, 2214,
2246, 2256, 2257, 2258.01, 2287

PTO/SBILA....ciiiiiiiiieiie e 601.05
PTO/SBIL5A. .....iiiiiiiieiiiiieeis e 509.04(a)
PTO/SBIL5B.......cciiiieeiieiieesie e 509.04(b)
PTO/SBIL6...ccuviiiiiiiiieiie e 201.04
PTO/SB/24 reproduced..........ccccceeeevvnnnenennn. 711.01
PTO/SB/24A

Cited.....oovieiiieeeee 711.01, 1125, 1135

Reproduced..........ccoovveveeiiiineneen. 711.01, 1135
PTO/SB/24B reproduced...........cccuveveeenninnnen. 711.01
PTO/SBI25....cuiiiiiiiiiiiese e 1490
PTO/SBI26.......coiiiiiiiiiescei e 1490
PTO/SBI27 ..ot 1504.30
PTO/SB/29

Cited.....ooiieiie e 201.06(d), 709
PTO/SB/29A Reproduced................cuueee. 201.06(d)
PTO/SB/30 Reproduced...........c.cceevniveennne 706.07(h)
PTO/SB/35

Cited.....oeiiiiiee e 1122, 1135

Index-40

Sec. No.

Reproduced..........cccuveeeieiiiiiiiiee e 1135
PTO/SB/36

Cited....ov e 1123, 1124, 1135

Reproduced..........cccveeeieiiiiiiiiieeeeiieee e 1135

PTO/ISBI37 ...ooiiiiiieet e 709

PTO/SB/42.... 2214, 2246, 2257, 2258.01, 2287
PTO/SB/44

Cited............. 602.01(c), 1480, 1480.01, 1485

Reproduced..........ccceeveeeiiiie e 1485
PTO/SB/45

(1 (<o I 2515, 2595

Reproduced........cccceevuiieiiiiieriee e 2595
PTO/SB/AT

Cited..cvvi e 2540, 2595

Reproduced..........cccvvevieeeiiiieeniice e 2595
PTO/SBI50......ccciiiiiieiie et 1410.02
PTO/SB/51

Cited....coovviiieeien, 1410.01, 1414, 1414.03

Reproduced..........ccoceeeeiiiiiiiiiieiiieeeee 1414.02
PTO/SBIS1S.....coiiieiieiiiese e 1414.03
PTO/SB/52

Cited....oovvveiieeiieen, 1410.01, 1414, 1414.03

Reproduced..........cccveiiieeiniiieniee e 1414.02
PTO/SBIBB .....evvivieiiiiiiesie e 1415
PTO/SB/57

Cited...veivieieeiic e 2214, 2215, 2296

Reproduced..........coouvveeieiiiiiiieee e 2214
PTO/SB/64 reproduced..........c.ccoeiuveeeenne 711.03(c)
PTO/SB/64a Reproduced.............. 711.03(c), 1135
PTO/SB/64/PCT reproduced..................... 711.03(c)
PTO/SB/66

Cited..ceviiiieieee e 2590, 2595

Reproduced..........coovvveeieiiiiiiiee e 2595
PTO/SBIB7 Cited........ccoveiieeiiieiieeiie e 104
PTO/SB/68

Cited..cvviiiieie e 103, 711.04

Reproduced..........ccceeieiiiiiiiiieiiiieiee e 103
PTO/SB/80 Reproduced..........ccccooveeenvneennne 402.07
PTO/SB/81

(1] (=T o T USRI 402
PTO/SB/81C Reproduced.................... 2222, 2622
PTO/SB/82 Reproduced............ccccvvvveeeeennnnne. 402.05
PTO/SB/83

Cited..vii i 402.06

PTO/AIA/83 Reproduced............... 402.06, 2223
PTO/SB/84 Reproduced...........cccuveeeeeiiiiinienennnne 405
PTO/SBI122.....ccciiiiiiiiiieeie e 403, 2542
PTO/SBI123......ccoviiieeiiieee e 403, 2542
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Form letters and forms — Form paragraphs (Reproduced)

Sec. No.

PTO/SBIL24.......coiiiiiiieicece e 403
PTO/SB/125

Cited...oveiviieeiieeeee 403, 2540, 2595

Reproduced..........ccccvvvvieeeiiiee e 2595
PTO/SBIL33.....coiiieieiitesiee e 2732
PTO/SBIL34.....coiiiiiiiiiese e 2734
PTO/SBIA29.......ccviiiiiiiieic e 1134.01
Reasons for Patentability and/or Confirmation PTOL
BTGt 2287

Recordation Form Cover Sheet PTO-1595.... 302.07
323

Reexamination and processing forms listed..... 2296
Reexamination Clerk Checklist PTOL-1517..... 2287
2295 2296
Reissue Application

Declaration by the Assignee (See also: Form letters
and forms: PTO/SB/52) _Form letters and forms:
PTO/AIA/IOB) ...vvvevieeeiiiiieeeiie e 1410.01
Declaration by the Inventor (See also: Form letters
and forms: PTO/SB/51) _Form letters and forms:
PTO/AIA/OS) ..eveveeeeeeee e 1410.01
Fee Transmittal Form 1415 (See also: _Form letters
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15.66.01...ccccciiiiiieee e 1504
15.67 e, 1504.03, 1504.06
15.68. ..t 1504.03, 1504.06
15.69.01...ccciiiiiiiiieee e 1504.04
15.70.808. ... 1504.03
15.70.ft e 1504.03
15,72 s 1504
1. 7 e ——— 1504.04
1574 e 1504.20
157401 ... 1504.20
1575 e, 1504.20
15.75.0L fticuureeeeeieiiiiee e 1504.20
L5.76. e 1512
15,85 e ———— 1504.04
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15.90. i 1504
L16.00. . 1605
16.02. it 1605
16.03. s 1605
L16.04 ... 1610
16.05. . it 1612
16.05.01L. i 1612
L16.06....cuieiiceeiieee e 1606
168.07 i 1606
L16.08...eeeeeeieeecet e 1610
16.09. .. 1605
L16.10. i 1605
L16.00. i 1606
L16.12. i 1610
L16.13 e 1607
L18.01. i 1845.01
L18.02. . 1845.01
18.02.01L. i 1845.01
18.02.02...cccc it 1845.01
18.03. e 1845.01
L18.04 ... e, 1845.01
18.04.01..cccc i 1845.01
18,05, e 1850
L18.06.. . uuieiiieieieiiieee e 1850
18.06.01L. ..o 1850
18.06.02.....cc e 1850
1807 it ————— 1850
18.07.0L e 1850
18.07.02. e 1850
18.07.03 i 1850
18.07.03@.....ccciiiiee e 1850
18.07.03D.....iieeiee e 1850
18.07.03C...cccccciiiiiiiiirrrererere e 1850
L18.08....ceeeiie e 1845.01
18.08.01..cccc e 1845.01
18.09..c e 1845.01
18.10. e 1845.01
1810 . 1845.01
18.12.01L e 1845.01
18.13.01 e 1845.01
18.14.01 e 1845.01
18.15. e 1845.01
18.18. i 1893.03(d)
18.19. i 1893.03(d)
18.20. it 1893.03(d)
1820 i 1893.03(d)
18.22. i 1893.03(d)
19.0L. e 1901.06

Index-49

Sec. No.
19.02. . e 1901.06
19.02.AE.....ii e 708.02(a)
22.00. e 2246
22.01.01 i, 2242, 2258.01
22,02, 2247
22,03 e 2258
22,04 2260
22.04.01. .. 2265
22,05, e 2285
22,06 2287
22.07 e 2282
22.08.. . 2282
22.09. i 2271
22,00 e 2271
22,00 2258
22,020 2250
22,03 e 2250
2204, 2266.01
22,05 2266.03
22,16 2287
22.20. e 2286
2273 e 2246
23,01 e 2303
23,04 2304.04(b)
23.06.... e 2304.02
23.06.01.....ccciic e 2304.02
23.06.02....ciiiiieiiiee e 2304.02
23.06.03....ciiiiiecee e 2304.02
23.06.04......ccci e 2304.02
23.06.05....cuiiiieiiiiee e 2304.02
23.06.06.....cceiieiiiiieieeeeee e 2304.02
2314 715.05, 2304.02(c)
23.14.01 i, 715.05, 2304.02(c)
23,19 e 2304.01(c)
2401, 2427
24,02, 2427
24,03, 2427
24.04. ..., 2427
24.05. . e 2427
24,06 2427
24,07 ... 2427
24,08 2427
24,09, e 2427
24,00, 2427
24 10 2427
2412 e 2427
24.03. e 2427
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Sec. No.
2A DA i 2427
2405, e ——————— 2427
2406, 2427
24.07.26...ccccoiiiiiiiee e 2416
24.18.26....cccceeeeee e 2416
24.19.26....ccceiiie e 2416
24.20.26...cccuieiiieee e s 2416
S N 2416
24,2226, 2416
24.23.26. e 2416
242426, 2416
24,2526, 2416
24.26.26...ccuii it 2416
S L T 2416
24.18.26.....cccceiiie e 2416
24.29.26...cccuie e s 2416
28.0L. s 2816.03
28.02. e, 2816.03
28.03. e e 2816.03
28.04.... e, 2818.01
29.04.. .., 2920.01
29,10 it 2920.04(b)
2900 2920.04(b)
29.20. i 2920.04(b)
29.20 i 2920.05(c)
29.22. 2920.04(a)
29,23, 2920.05(c)
29.24 ..o 2920.04(a)
29.25. 2920.05(c)
29.26. i 2920.04(a)
29.27 et 2920.05(c)
29.59.01. .. 2920.04(a)
29.59.02.. .o 2920.04(a)
29.60.02...cccuiiiiiecie s 2920.04(a)
29.61.01....cc i 2920.04(a)
29.200. .. 2920.05(a)
29,101 i 2920.05(a)
29.002. . 2920.05(b)
Fraud (See also: _Duty of disclosure) _Inequitable
conduct) Deceptive intent)
Avoiding charge of............ccooieiiiiiiiee e, 2004
Civil litigation............c..ccceueenee. 1216.02, 2001.06(c)
Claims invalidated............cccccceviiiieieeeiiiiieenn 2016
Inventorship.........ccceuenne.. 602.01(c), 2109, 2157
Micro entity Status.........cceeeeeiiiiienieiiiieeeeen 509.04
On the U.S. Patent and Trademark Office..... 509.03
1448
Protest.....ccccveviveneninens 1901.02, 1901.06, 2013
Rev. 01.2024, November 2024
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Sec. No.

Reexamination
Ex parte ...... 2014, 2216, 2217, 2258, 2280
INtEr PArteS ....coovveeeiiieee e 2014
REISSUE......evieiiiiiieriiie e 1448, 2012
Supplemental examination............cccccoccceeeeennn. 2819
Small entity Status.........cccovveeeiiiieiiiieeiieens 509.03
Fraudulent............ccccovvviiiiii, 2104
Freedom of Information Act (FOIA)..............c....... 103,

1002.02(k)(2)

Frivolous invention..............cccceeeeeeieiieieeeveieeen, 2104
Full faith and credit in prior Examiner's action
Allowed claims.........cccoooiiiiiiiiiiee e 706.04
INEEIVIEW. ..eeii e 713.01
SEAICN.....uiiiiiii e 704.01
Full name of applicant............... 602.01(b), 602.08(b)
Full signatory authority...........ccccoeveeiiieeeninienne. 1004
Function of machine rejection.................... 2173.05(v)
Functional claim, rejection.............. 2114, 2173.05(q)
Functional equivalents........................ 2144.06, 2183

Functionality in design patent applications.. 1504.01(c)

G
Gazette, Official (See also: _ Official Gazette (O.G. ))
Gazette, PCT........ Chapter 1800 Introduction, 1801,
1823.01 1857
GebrauChSmuSter.........c.ccoccvveeeeeiiciier e 901.05(b)
General Counsel
Hand-delivery of papers to.........cccoccvveriveeernnenn. 502
Mailing address.........cccccevvivieeieiiiieeee e 501
Petitions and matters decided by........ 1002.02(k)(1)
General information.......cccoooeeviiiiviiiiieeieeeeeeeeeeies 1730

General power of attorney for international application..
1807

Generic claim
Allowable...........cccvevvvveennnenn. 808.01(a), 821.04(a)
Transitional application.......................... 803.03(b)
Definition..........eeeiiiiie 806.04(d)
Markush group.........ccccceeeeeiiieeesiiee e 803.02
Patentably distinct over other species....... 806.04(h)
Presented after issue of patent.................. 806.04(i)
REJECHON.....eiiiiiiieiiee e 809.02(a)
Species claims lacking............... 806.01, 818.02(b)
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Sec. No.

Support for scope of.. 2161.01, 2163.05, 2164.03,

2164.08 2166
Generic placeholder............cccoeiiiiiiniene. 2181
Genetic sequence (See also: Biotechnology) Nucleotide
seguences) Sequence rules)
Genus and species....... 806.01, 806.04, 806.04(b),
806.04(d), 806.04(e), 806.04(f), 806.04(h),
806.04(i), 808.01(a), 809.02(a)

Anticipation of.........cccccecieiniiies 2131.02, 2153.02

ObVviousness Of.........ccccvvvveeiiiiiiiie e, 2144.08
German priority document..........cccccooveeerveeennne 901.05
Global Dossier Public Access...... 901.05, 901.05(c),
901.08 1730
Good faith (See also: _Duty of candor and good faith)
Government registers........cccovvveeerveeennns 302, 302.07
Government license clause..........cccccceeeviiieeeeennnns 310
Government-owned application, special........... 708.01
Graphic symbols.........ccccceviiiiiniiie 608.02
Great Britain, complete specification................ 214.03
Great Britain, provisional specification............. 214.03
Group director (See also: Director of Technology Center)
Group, International classification.............c..c....... 906
Guardian of unavailable joint inventor......... 409.01(b)
409.02
Guidelines

Drafting an application............cccccceeviviereeiininenn. 601

Drug disclosures...........c...cccuue... 2107.01, 2107.03

Effective date under pre-AlA 35 U.S.C. 102(e)...........

2136

Electronic mail.........cccooooiiiiiiii e 502.03

Examination of computer-related inventions..... 2106

INVENLOrShip......ccvvvveee i 602.01

GEeNUS-SPECIES....cceeiiiriireaeeiieee. 2131.02, 2144.08

Grant of reexamination request............ 2242, 2246

Handling of citation in patent................ 1920, 2206

Internet Usage.........ccocevevveeeenens 502.03, 904.02(c)

Means/step plus function............ccceecieeeeennnns 2181

Patent Subject Matter Eligibility.................... 2106 to

2106.07(c)

ULIIEY e 2107

Legal precedent.........cccccevvveennne 2107 to 2107.03

Written DescCription..........ccceeevviiieeieeiiiiieeee e, 2163

H

Index-51

Sec. No.

Hague Agreement (See also: Treaties) .......... 213.01,
1002.02(p), 1504.10, 2701, Chapter 2900
Administrative Instructions
302 Reproduced.........ccooiuvieeeeiiiiiieeeee e 2912
401 Reproduced 2909.02

402 Reproduced 2909.02

403 Reproduced 2909.02
404 Reproduced.........cccveeviiviennieeennnennn 2909.02
405 Reproduced.........c.cceeeviiieniienennennnn 2909.02
408 Reproduced..........cceeviueiieeaeniiiiieeees 2909
Articles
3, Reproduced..........cccoeeiiiieiiiiiieiiee e 2904
4, Reproduced..........cccceeeiiiiiieiieiiieiee e 2905
5 Reproduced..........cccceevnieeeniineennne 2907, 2909
9 ReproducCed.........ccovueeeiiiieieniiee e 2906
10 Reproduced.........coocuveeveeeiniinnennn. 2907, 2920

12 Reproduced
13 Reproduced
14 Reproduced
16 Reproduced
Rules

1 Reproduced........cccoeviiuiiiiieeiiiee e 2909.01
3 Reproduced.........ccceeeeviiiiieieeeiiiiiee e 2911
6 ReproducCed.........ccceeeevvviieeeeiiiiiiee e, 2906
7 Reproduced...........cccooiuiieeeennnns 2909, 2909.01
9 ReproducCed..........ccovvvverieeeiiiee e 2909.02
12 Reproduced 2910
13 Reproduced 2906
14 Reproduced.........coocvvieeeeiiiiiiiee e 2906
15 Reproduced.........cooovveeeieiiiiiinee i 2907
18 Reproduced..........cccvveeeeeiiiiiennennn.
18bis Reproduced 2940
22 Reproduced........cccecevviiiereeiiiiiiee e 2930
Hague Convention Apostille
FiliNG. e
Hand delivery of application parts.............. 501, 502,
710.02(e), 714.13, 2413.03, 2422.03(a), 2433
Handling of mail and papers..........ccocceeeiiiiienennn. 500
In ex-parte reexamination..............ccccceeeeeeeneen. 2270
Handling and submission of prior art and section 301
Written Statements..........oovcvveiiiviienee e 2206
Handling of protest..........cccoooiiiiiiiiiiinenns 1901.06
Hatch-Waxman ACE.........cccvvereeiiiiiiiie e 2750
Hearing on appeal.........cccccceoviivieieeiiiiiiiee e, 1209
Heir as applicant (See also: _Administrator or executor)
.................................................... 409.01(b), _1303.03
Help line (telephone number)...........ccocoveviniinns 1730
Hidden end use in design applications....... 1504.01(c)
Hidden feature in design applications
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Sec. No. Sec. No.
ANtICIPAtIoN.......coeiiiieeiiee e 1504.02 Incorporation by reference.. 103, 201.06(c), 211.02,
ENADIEMENL. ... 1504.04 51(1;'30(2)(76123 217, 601. 608.01(p). 21271368’502
ODVIOUSNESS....ccccivieeiiiee e 1504.03 4(JLFor.eign priority application.. 213.02 2174(J2163.07
Hours of Operation............ccccvevveiriveneesieesie e 510 Public access to incorporated applic;ation..’ ........ 103
Holiday, ~federal (See also: Federal_Holiday) Incorrect citation of reference........ 707.05(q) 71&
Hyperlinks in specification............. 608.01, 608.01(p) o ) ' *
Indefinite claim.............. 2171to 2174, 2175, 2185
Alternative phrase.................. 2173.01, 2173.05(h)
Antecedent basis.........cccccoeciieiii i, 2173.05(e)
Breadth compared............ccccovciiiienenieene 2173.04
Chemical Formula............cccccoeiiiiiienenn. 2173.05(t)
Comparing 35 U.S.C.112(a) or pre-AlA35 U.S.C. 112,
| first paragraph with 35 U.S.C. 112(b) or pre-AlA 35
U.S.C. 112, second paragraph.............. 2174, 2185
Icons and electronic images, computer-generated........ Design applications.... 1503.01, 1503.02, 1504.04
%@_) Exemplary claim language...................... 2173.05(d)
Identfffcatfon of pa.pe-rs """" S 502, 503 International application................... 1845.01, 1874
Identification of priority application.................. 214.04 MURIPHCITY ...ee e 2173.05(n)
Identity of inventors under 35 U.S.C. 119............. 216 Must be considered............cccccoviiiiiiiiinniinns 2143.03
1dIOMALIC ENGHSN-.o1..vvssi v -608.04(q) Nonelected claims..........ccccevviiiiiieeeiiieeeie 821
lllustration (See also: —Drawings) Numerical ranges..........cccovveeeiviiineeeeennns 2173.057(c )
Imag.e file wrapper Practice compact prosecution...................... 2173.06
ATURRCL v 608.02, .608.02(c) e 2173.05(m)
Paper sca}nnlng """"""""""""""""""""""""""""""""" 508 Reference to limitations in another claim.. 2173.05(f)
POWET {0 INSPECt NOL ACCEPIEM...-vvvsvvvsvvvo 104 REJECHONS.....eeee et 2175
Pu_bllc acce_ss .......................................... 103, 1730 35 U.S.C. 112(6) or pre-AlA 35 U.S.C. 112, sixth
Implied election.......... 818.02, 818.02(a). 818.02(c) paragraph limitations..............c....c........ 2181, 2185
Improper joinder, effect on patent....................... 805 Independent ClaiM...........cooeveeeeeeeeerrenn, 608.01(n)
Improper naming of inventors...... 2109, 2137, 2157 Independent, definition...............cocovoeeeveeenan. 802.01
Improper multiple dependent claim.............. 608.01(n) Independent inventions.. 802, 802.01, 803, 803.02,
Improvement (Jepson claim)...........ccccveeveeeiinnnen. 2129 806, 806.04(b), 806.06, 808.01(a)
Inaccurate claim............ccccccciiiviviiieeiieeee e, 2173.03 Independent inventor (See also: _Applicant) _Inventor)
Incoming-Mail Section (See also: _Office of Patent Pro Se applicant)
Application Processing) ..........ccoceevevievienieieieneennns 501 Micro entity Status.............ccceveeeeeeeeeeeerennnne. 509.04
Incomplete amendments, time for completing............... Small entity Status.........coccvevieeniiiiiienieeieee 509.02
710.02(c).. 714.03 Index of claims........ccccevveierirennene, 707.07(i), 719.04

Incomplete application.. 506, 601.01(d) to 601.01(g)

Claims omitted...........ccovveeiiniiiiere e, 601.01(e)

DefiNitioN.......coiiiiiiiiiee e 203.06

Drawing

Invalid oath........ccceeeiiiiii e 602.03

Return of filing fe€.........ccovveeiiiiiiini e 506

USING @QaIN.......eiiiiiiiiiieie e 608.01(t)
Incomplete claim, rejection..... 2166, 2172.01, 2175
Incomplete protest........cccocvvveeeiiciieeeeiiiiiieenen, 1901.03

Incomplete requests for ex parte reexamination...........
2227

Incomplete response..........cccocue... 711.03(a). 714.03
Time for completing.......... 710.02(c), 711, 714.03

Index-52

Index of patents, Classification, Numerical... 902.03(a)
Index to the U.S. Patent Classification......... 902.01(a)

Industrial Security Manual (ISM)............cccccceuneee. 120
Inequitable conduct (See also: _Duty of disclosure,
Violation of) .....ccceveveveiieiiieceene, 2001.06(c), 2010

Best MOde........oovviiiiiiiiiee e 2165

Claims invalidated.................
Finding affects all claims 2016
Protest................ 1901, 1901.02, 1901.06, 2013
Reexamination............cccoveeeiiiieeniiee e 2014
REISSUE.....ciiiiiiiie e 1448, 2012
Informal application...............ccceevvieennnen. 506, 702.01
Primary examiner’s attention required.............. 1004
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Sec. No.

Search.......ccoeviiiiieiiieee 702.01, 704.01
Informal drawing (no longer applies).. 507, 608.02(b)
608.02(i)

Informality, Action calling attention to.......... 707.07(a)
707.07()), 710.02(b), 714.14

Information Center (See also: _Scientific and Technical
Information Center (STIC))

Information Disclosure Statements (See also: Prior art)

........... 201.06(d), 609, 1406, 1410, 1418, 1455
Electronic Processing of........ccccccevviieenineenn. 609.08
Relationship to requirement for information................
704.14(d)

Information material to patentability ) (See also: _Duty

of diSCIOSUIe) .....ccvvvvviiiiiiiecciie, 2001.04, 2001.05
Copending application............c.cccecuveennee. 2001.06(b)
Copied claims........cooveeevieeeiniieecee 2001.06(d)
Foreign application...........cccccceoeiiieeeennnes 2001.06(a)
Litigation.........coovveiiiiiee e 2001.06(c)
Submitted to Food and Drug Administration...............
2001.04

Information reasonably necessary for finding prior art...
704.11

Information submitted with protest.................. 1901.02
Infringement action

Statute of limitations....................coeeeeiciiiiinns 2204
INID codes or numbers..... 901.04, 901.05(b), 2290
Initial data capture for printing............c.ccceveeeeens

Initial examiner review of reissue
Ink

Permanent...........ccccevveiienineeninenn, 608.01, 714.07
Inoperativeness..........c.ccoeeueaen. 2164.07, 2164.08(b)
AFfIdAVIL. .. 716.07
INPADOC.......cccoviiieerneene 901, 901.06(a), 901.07
Inquiries, Official and Congressional............ 203.08(a)
Inquiries regarding patent search, examination, or
ValIILY ..o 1701
Inquiry as to status of application.......... 102, 203.08
1809
Application published..............c....o.e...
INSANILY....coeiiiiiiiiece e
Inspection
AMeNndmMEeNt.........coooiiiiiiiiie e
Application..........cccooeviiiii
Application Assistance Unit...........ccccoceveveeennnns 103
Approval of power
ASSIGNMENT.....coiiiieiiiieeee e
Authority to grant..........cccccveeeiiiiiiee e 104
AUthorization........ccceeeevvvveeeeiieee e, 402, 409.03(i)
By asSignee........ccccovveeeniieennnen. 104, 106, 106.01

Index-53

Sec. No.
By excluded or suspended attorney or agent..... 105
By inventor..........
By licensee
Control of, By aSSIigNee.......cccccoevveeerieeencieeeninennn 106
International application.............cccceieriiieeeeninne 110
Patent fil€.........oooiiiiiiiee e 103
PetitioN.....cooviiiiice 103
RECOrd rOOM.....oeviiiiiiiiei e 103
Reissue application............ccccovveeeviiecniieeninennn 103
Right Of ... 103, 104, 106
Insufficient disclosure 608.01(p), 2161, 2166
Insufficient reply..... 710.02(c), 711.02(a), 711.03(a),
714.03 2266.01
Int Cl (International Patent Classification)............. 906
Intellectual property compared...........ccceeeeernnne 1512

Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273)... 2120.01

2136, 2146

INtent t0 ClaiM.....ceeiviiiieee e 706

INterferencCe.........oeviiiie e 2300
Abandonment, suppression or concealment, notice....
2138 2138.03
Access to files.......ccceeiiinennne 104, 2306, 2307.02
AcCtion after........coooiiiii e 2308
Action after ex-parte reexamination................. 2284
Action suggesting claims............cccceeeeeeineee. 2304.04
Administrative patent judge handles................. 2301
Allowance of losing party’s application (Estoppel)......
2308.03
Applicant suggests interference with patent...............
2304.02
Applications in different Technology Centers..............
2304.01(b)
Basis of practice...........ccccveennee. 2138.01, 2301.03
Between application and patent................... 2301.03
Between applications............ccccceeeeiniiienenn. 2301.03
Cancellation of losing party’s claims....... 2308.03(a)
Claim of foreign priority..........ccccceeeeeiinnns 2304.01(c)
Claim interpretation...........cccccoeeevvieeeeenninne 2301.03
Claim presented corresponding to patent claim.........
2301.03 to 2304.05
Claims, added or amended.............ccccccuee.. 2308.02
Claims, overlapping in two applications of same
PAITY.coiieeeeee e 2304.05
Claims, suggesting...........cccce..... 1003, 2304.04(b)
Claims corresponding to count support in
SPECIfiCatiON......cccei i 2163.03
Common OWNership........coceeeeeiiieeeeesinieene. 2304.05
Conception........cceevveeenieeeninnennn 2138.01, 2138.04
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Sec. No.

Concurrent with appeal...........cocoeieeiniinnn. 2307.05
Copending ex parte reexamination.................. 2284
Copying claims, information relating to.... 2001.06(d)
Count, defined....... 2301.02, 2301.03, 2304.02(b)
Counts, formulation of............ 2301.01, 2304.02(b)
Dates, difference in effective filing.................... 2303

TC Director’s attention required.................... 1003
Declaration..........ccueeeieiiiiiiiie e 2301
DefinitioNS.......coeivviieiiieeree e 2301.02
Determining priority........ 2138.01, 2304.02(c)
Diligence, reasonable................. 2138.01, 2138.06
Disclaimer, statutory............. 710.02(d), _2304.04(c)
Disposal credit.........ccoocveeviiieiiiieeiiee e 1705
Election of invention not affected........................ 819

Entry of amendment filed in connection with motion...
2308.02

Estoppel............. 715, 2138.01, 2308.03
Evidence........cccocvvieiiiiiinnnn. 2138.04 to 2138.06
Examination, Completion of............. 2303, 2303.02
Examiner suggestion..........cccovvveeviieeeineenn. 2304.04
Final disposal of claims.............ccccccceeenns 2308.01
[ = 10 (o P 2010
Generic Claims........cocvviinieniiiiiene e 2304.04(b)
Identification of patent, corresponding claims
Presented.........ocveeieeeiiiiiieee e 2304.02(a)
Inequitable conduct............ccccooviiiiieiiiiieneee 2010
Inter partes questions not to be discussed ex parte
..................................................................... 2307.01
Interference Practice Specialist........... 2301, 2302

2303, 2304, 2304.04(a), _2304.04(b). _2307.04,
2308.03

Interference-in fact, No...........ccceeeeeeeeennn 2308.03(b)
Interfering Subject Matter............ccccceeeeene 2301.03
Judicial review..........ccceeeeiiiiiieeeenns 1216, 1216.01
Jurisdiction over interference................ 2307, 2308
Limited applicability..........ccccovvvveeeiiiiiieneenn. 2301.04
Losing party, may obtain copy of opponent's
application..........ccccooeeiiieiiiiiee e 2308.03(a)
Losing party, treatment of................c....... 2308.03(a)
LOSE COUNES.....eeiiiiiieiiiie e 715
Motions

DECISION.....eiiiieiiiiiiiee e 2308.02

SEAY ettt 2284

SUSPENT...coiiiiiiieeeiee e 2284

National Aeronautics and Space Administration or

Department of Energy Ownership 2309

Order to ShOW CAUSE.........ccvvrivieniiiirieieeenee 2305

Patent in different Technology Center...... 2304.01(b)
Rev. 01.2024, November 2024
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Sec. No.

Patent term adjustment................... 2303, 2303.01
2304.01(d)
Patentee suggestion...........ccceeveieieeeeeniines 2304.03
Petition refusal to initiate......................... 1002.02(c)
Power of attorney filed...........ccococveiviieninenns 402.08
Preparation of papers by examiner................... 2302
Priority time charts........c.ccccoveieiiieeiiiieee 2138.01
Provoking

In ex parte reexamination................cccceeeennn. 2284
Reduction to practice.................. 2138.01, 2138.05
Reexamination

Ex parte, copending with interference......... 2284
References pertinent to motions, made of record.......
1302.12
Referring an Interference to the Board, Preliminaries
L (o T TP TPRR 2304.01
Reissue application.................... 1449.02, 2303.02
Reissue application copending with interference on
original patent...........ccceevvveeriiieeiiiee e 1449.01
Related involved files..........cccccovvieenineen. 2304.01(b)

ACCESS 10..ciiiiiiiiiiiieei e 2307.02

Board action in........cccccooeviivieiiiiiiieee s 2307.05

SUSPENSION IN.cccciiiiiiiee e 2307.03

Translation of.........ccccociiiiiiniiee 2304.01(c)
Reply to suggestion for claims.................. 710.02(c),
2304.04(b)
Requirements for interference.............cccceee.. 2302
Requiring a claim.........ccccccooviiiieiininnn. 2304.04(b)
Requiring a priority Showing............cccceevveennnee. 2305
Revocation of power of attorney.................... 402.08
Search.....cccoeviieeieciecee, 1302.08, 2304.01(a)
Second Interference, NO......c..ceceeevvvvvnnnen. 2308.03(c)
Secrecy order application... 130, 2304.01(a), 2306
Sorting Claims........ccueveiiiiiiieieeen 2304.01(d)
Special dispatch........ccccccevviiiieiennnns 708.01, 2301
Statutory basis.........ccccoeeieeieinins 708.01, 2301.01
Suggestion of interference, general.................. 2304

By eXaminer.......ccccocvveiiieiiniiecneee e 2304.04

By patentee.........cccccvvvviviiiiiiiiieieieneeeeenn 2304.03
Suggestion of claims........... 2304.02 to  2304.04(b)
Suggestion of claims, time limit................. 710.02(c)
Suspension of action pending outcome of
FEEeXamination...........cooveeiiiieeiiie e 2284
Suspension of ex parte prosecution.... 709, 709.01
Suspension of related applications.............. 2307.03
Terminated open to public..........ccccooevviiieeiinen. 103
TESHMONY ... 715.07(b)
Transfer of application............c.ccccvvvennee. 2304.01(b)
Winning party.......ccceeeeeeeevcineneennn. 710.02(b), 2308



INDEX

Interference — International design application

Sec. No. Sec. No.
Written Description, Adequate................ 2304.02(d) International searching authority... 1840 to 1840.06
Interference practice specialist(s)........... 2301, 2302 INVeNtor........cccovvuveeeeennnns 1806, 1821, 1893.01(e)
2304, 2304.04(a). 2304.04(b). 2307.04. 2308.03 Kinds of protection................ocevenn. 1821, 1828.02
Interlibrary 10anS..........cococivieiiicnn, 901.06(a) Mail SEIVICE. ......cveveererevicieiriaen. 1834, 1834.02
Interlineation in specification before execution.. 608.01 MEMDEr SEALES..........c.overeeeeeeceeeeiesreeseeeenean. 1817
Intermediate-final product.......... 806.04(b), 806.05(j) Microorganism deposit.............cceveveveverenen. 1823.01
International application (See also: Foreign application) National Stage.............ccvvvevrerrevernen. 1893 to 1896
Patent Cooperation Treaty (PCT)) Submission via EFS-Web............cccooo....... 502.05
ADSIIACE. ..ot 1826 Numberina of sheets. ... 1812
ACCESS..cuiieiiie et 101, 110 1893.01(e)
AQENL....oiiiiiiiiiiiii 1807, 1864.04 Parent to national application........ 211.01(c), 1895
Amendment before the designated office................... Power of attorney
1893.01(a)(2). L1893.0L(3) Prior art effect.............
Amendment of claims before International Bureau..... .
1853 PHOMtY...ooovieiiiiiii e
Amino acid sequence............ 1823.02, 2412.03(b), RESIOraion Of...vvoovvvsvveen
2412.05(d) 2422 2422.03(a) Priority document
APPICAN. ..., 1806, 1810 Publication.........cooueeeeeeee e
Assignment dOCUMENE...........ccvevveveureereeeeaeennas 301 Record copy............. 1801, 1827.01, 1828, 1832
ALOINEBY ..ottt 1807 Rectification of obvious errors.......................... 1836
Attorney file reference number............c..c......... 1821 Refund of fees..... 1827.01. 1850, 1852, 1875.02
CIAIMS ... 1824 REPresentation............coovvvinininne, -402.09
Common representative.................... 402.09, 1807 REQUEST....cceiiiiiiiee e 1821
Confidential status...........ccceeiiveeinineennne 101, 110 Search copy........ 1801, 1827.01, 1840, 1840.01
CONLENL.....ooooeeeeeeeeeeeeeeeeeeeeee e 1812 Search fee. ... 1827
CONLINUALION. ... 1828.02 Search report........cocoevieinns 707.05, 1844
Continuation of..........c.cccevevveveneanen. 211.01(c), 1895 SECrecy Order.........cocvvurivrinnnne. 115, 120, 1832
ContinUAtioN-iN-Part............cocoeveveeeeerennn., 1828.02 Signature of applicant............c..coooeiiniinins 1820
COrESPONAENCE. ... Term, Adjustment of...... 2730, 2731, 2732, 2734
Definition. ..o Time limits.......... 1836, 1842, 1843.05, 1879.01
Deposit accounts THE et 1821
(DY o7 o] 1T o PSSP 1823 Translation for U.S. national stage........... -1893.01(d)
DeSigNAtion Of SALES.......v.veveeereeeeesrererrennn. 1821 Transmittal fee.............ooo i, 1827
DIAWINGS.....e.eeeeeeeeeeeeeeereeeeeenes 1825, 1893.03(f) Transmittal letter.........oocovveiiiiiiiiieeeee 1830
Drawings MISSING.......coveveveveeeeeeeeeeeeeeseseseeennn, 1825 Unity of invention.... 823, 1850, 1875, 1893.03(d)
Early national stage entry under 35 U.S.C. 371(f)...... Withdrawal..........cooveeeeieee e 1859, 1880
1893.01, 1893.01(a)(2), 1893.03(b) International classification.............ccceeeeeeieeiiiivinnnne. 906
EFS-Web filing.....c.ccoevviieieiic e, 502.05 International design application.... 201.01, 211.01(d),
Elements........cooovvveiiieieeeeeeeeeeeee e, 1812 1501 2900
. 1836 ACCESS....coiiiieieeee e 102, 103
1896 Claiming Priority... 213.07, 2901, 2909, 2909.01,
Filing date.......cceeivvieeciee e 1810 2909.03 -2920.05(d).. -2920.05(e)
Foreign filing license....... 1805, 1828.01. 1832 Contentg OF e 2909
e R T —— 1810 Conver.smn ........................................................ 2914
Forms (See also: _Patent Cooperation Treaty (PCT): Corrections Of......oceeeeeiieiiiiiee e 2930
Forms) Correspondence address............... 2909.01, 2912,
HOME COPY....ceovvviviiiiiiiireie 1801, 1879.04 292_0'_93 -2920.06
International preliminary examination............... 1860 Defl.nltlon................._.: """""""
International search...........cccccccovviiiieiiiiieen. 1843 Design patent practitioner
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International design application — Interviews

Sec. No.
EFS-Web............... 2905.01, 2909.02, 2909.02(a)
Examination..... 2901, 2906, 2909, 2910, 2920,
2920.05 2920.06, 2950
Fee Calculator.......ccccoeeeeeeivviiiivinnnnnn. 2910
FEES .ot 2910
Filing date.............. 2906, 2907, 2908
Grant of protection.................... 2901, 2940, 2950

Information disclosure statement.. 609.04, 2909.03,

2920.05(a) 2920.05(f)

Sec. No.

Intervening rights
In reexamination
EX PArte .ooeeeeiiiieiiieeeeeeee s 2293

In reinstated patents.............. 2591
IN TEISSUE....vviiieeiiiieee et 1460

Intervention by assignee
INEEIVIEWS....coiiieiiiie e

Juristic Entity....... 714.01(c), 2920.01, 2920.05(a)
Naming of inventors... 604, 2909, 2920, 2920.01,

2920.04(c) 2920.05(b)
Non Publication of...........ccccvviiiniiiiieiine 901.03
Processing of..........ocoiiiiiiii e 2920
PUblication.......ccoeeviiiiiiiiiice e 2901
Representation..........ccccoveeeiiiee e 2911

Reproductions (drawings).... 2901, 2909, 2909.01,

2909.02, 2909.02(a), 2910, 2920.04(a),
2920.04(b). _2920.05(a), _2920.05(b). _2920.05(c)
Restriction........ 2920.04(b), 2920.05, 2920.05(a),
2920.05(b)
SECreCy Order......ceeeiiiiiiiieiiiiiiiee e e 120
Time liMitS......uveieieieiiieiiieeeeeee e, 2913, 2914
Where t0 fil€....ooeeiiiiiiic 2905
Who may file......coooviiiiiiii e, 2904
International patent classification........... 719.05, 906
International Patent Legal Administration.... 102, 103,
110, 602.01(c)(3) 1730
International searching authority......................... 1840
International Trade Commission................cccceueeee 724
International-type search.............cccc.cee. 707, 1852
INtEIrNet.. ..o 502.03, 1730
AdAreSS......cooccirerer e 1730
Database collections...........cccccvveeeiiiiiieneeninnne 1730
Electronic mail....... 502.03, 713, 713.01, 713.04
KidS Pages......coovveieeeiiiiiiee e 1730
“PatentIn” computer software (See also: _Sequence
TUIES) vttt 1730, 2430
Payment of maintenance fees by......... 1730, 2510
2522
Publication of Board Decisions.................... 1213.03
Publication of the Official Gazette ................... 1703
Searching......coocceeiviiiieee e 904.02(c)
Usage Policy.........cccceveveereennenne. 502.03, 904.02(c)

World Intellectual Property Office (WIPO).... , 1801
1851

Inter partes qUESHIONS.........ceeevviiieeeeeeiiiiereeenns 713.06
INter partes reVIEW...........eeveeiiiieiee e 901.04
Interpretation of law, NeW...........cccevvcvieieeennns 1207.02
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Advance indication of issues to be discussed............
713.01
Allowed application......................... 713.05, 713.10
Appointment in advance............cccooveeeiinieenns 713.01
Attorney not of record...... 101, 402.03, 405, 408
Design patent practitioner.................... 405, 713.05
Authority to conduct...........ccccceeeiiiiiiieeeeeniins 713.05
Before filing.......cccovvveiviiiee e 713.02
Before filing amendment under 37 CFR 1.312...........
713.10
Before first action........ 706.07(b), 713.01, 713.02
DemONSIration...........oevvvieiiiee e 713.08
During working days only.............ccccoeecveeeennn. 713.01
Electronic mail....... 502.03, 713, 713.01, 713.04
Excluded or suspended attorney or agent......... 105,
713.05
EXNIDIt. . 713.08
Exposure of other cases during........... 101, 713.07
Field of search.........cccocoeeiiiiiiniiiic e 713.02
Finally rejected application.......... 706.07(f), 713.09
How conducted...................... 713.01
Inter partes questions 713.06
Interview summary form................... 713.04, 2281
Local attorney.........coccevevvveeeiinnnenns 713.03, 713.05
Made of record..........cccoceervuiennnnen. 713.01, 713.04
1Y o To [ OSSP 713.08
Oral agreement not binding.............cccccveenee. 713.04
Patentability report cases..........cccvveeeeeinnen. 713.01
Prior to first Office action............ 706.07(b), 713.02
Prohibited...........cccuveriiiiiiee e 713.05
Protestor participation.............ccccceeevvcivneeennn. 1901.07
Question of patent validity...........c..cooccveeeeennns 1701
Record of substance required........ 713.01, 713.04
Reexamination

EX PArte .ooveeeeeeiiiiieieeeeeeeeees 2281
Refused............ 713.01, 713.02, 713.05, 713.10
Requested in continuing application.......... 706.07(b)
Requested in Office action...........ccccceeeviiveeeeennn. 707
SoUNdING OUL....couviiiriieeiiiie e 713.03
Special Situations...........coocvvveeeeeiiiiiere e, 713.05
Substance made of record............. 713.04, 714.13
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Interviews — Item of information in supplemental examination

Sec. No.
Supplemental examination, prohibited in.......... 2814
Telephone..... 101, 408, 713.01, 713.05, 812.01
Time allowed...........cccoevviiiiiiiiee e, 713.01
Video conference............. 713.01, 713.04, 713.05
Video ShoWiNg........coocevieiieiiiiiiieiieee s 713.01
Where held........ccocoviiinii 713.01
Invention (See also: Patent) Rejection)
Brief summary........cccocooiiiiiiieeee 608.01(d)
Detailed description..........cccccceeviieeiiieenne 608.01(q)
Made in this country.........ccccceeviveiiieeennnen. 2138.02
Mode of operation...........ccccceeeiiciieneennnne 608.01(h)
Inventive entity, Different.... 2109, 2136.01, 2136.04,
2146.02 to 2146.03(a), 2152.07, 2154.01(d)
Inventive entity, Same(overlapping subject matter).......
804, 804.03 822
Inventor (See also: Applicant) _Pro se applicant) ........
602.01
Common, at least one..... 211.01, 2109, 2136.01,
2139.03, 2146.03(a), 2154.01(b), 2154.01(d)
Continuing application...........cccccoevveevineenn. 201.06(c)
Correction (See also: _Correction of inventorship)
Deceased......... 409, 409.01(a), 409.01(b), 1806
Execution of oath/declaration by legal
representative.........cccccoeevvieeeeecciveneeennn 602.08(b)
Government property rights statement........... 151
Duty of disclosure by.................. 2001.01, 2002.01
Foreign priority............ 210, 213to 217, 2152.01
Full first or middle name required............. 602.01(b)
602.08(b)
HEIrS. ..o 409.01(a), 409.01(b)
Improper naming...................... 2109, 2137, 2157
Initials as a given name..............cccceeeeueeee. 602.08(b)
INSANE......eiiiiiiiee e 409.01(b)
International application............ccccceecvviviveeeenns 1806
Legally incapacitated.............cccceeeeenieneeen. 409.01(b)
Micro entity Status...........cccverieeeiniieenieeee 509.04
Name change...........c..c....... 602.01(c), 602.08b(b)
Correction......... 201.05, 602.01(c), _602.08b(b)
Order....ccovveviiiiiieieeenen 602.01(c), _602.08b(b)
Petition.......cooviieii 602.01(c)(3)

Typographical, translation error... 602, 602.01(c)
602.08(b)

None available................. 409, 409.02, 409.03(h),
602.08(h)
Proof.......c...... 409.03(a), 409.03(b), _409.03(d)
Proof of irreparable damage................. 409.03(g)
Proof of proprietary interest..... 409.03(f). _409.05
Order Of....ccveveveeicieieeie, 602.01(c), 602.08b(b)
Pro se ..ccccecvevvevieeieennnnn 401, 707.07(j), 713.01

Index-57

Sec. No.
Refuses to sign.......... 402.03, 409.03, 409.03(d),
602.08(b)

Execution of oath..... 602.01(c), 602.08(b), 604
Representative Of..........cccccveeeiiiiiiiie e 400
Requirements..........cccoevceveviieeenineene 2109, 2157
Residence.........cccoviiiiiiiiii e 602.08(b)
Rule 1.53(0)....ccceiiiiiiiiieiiiee e, 201.06(c)
Rule 1.53(d).....cccvermiiiiiiiieiieiiesee e 201.06(d)
Self-prosecuted case................... 707.07(j), 713.01
Small entity Status.........cccoovveveiiiieniiieeiieens 509.02
Unavailable........ 409, 409.02, 409.03, 602.08(b)

At least one joint inventor available....... 409.03(a)

Last known address.........c.cccevveeeennnen. 409.03(e)

Proof. ..o 409.03(d)

Proof of irreparable damage................. 409.03(g)

Proof of proprietary interest..... 409.03(f), 409.05

Inventor’s certificate
Priority benefit..........cooooiiiii 213.05
Rejection based ON........c.ccoccvveveeiiiciiiee e, 2135

Inventors Assistance Center...........cccocevvveieeninnn. 1730

IPS (Interference Practice Specialist).................. 2302

Irreparable damage, Proof of....................... 409.03(g)

Issue (See also: Allowance and issue)

Issue batch number (no longer used)............. 1303.01

Issue Classification Form/Sheet/Slip (See also: _Form

letters and forms) ....... 903.07, 906, 907, 1302.09,

1302.10 1302.13

ISSUE fEE...cviiiiieiie e 1306
After payment..........ccceeeeiiiiiiieee e 1306.03
Credit card payment...........cccceeeeeiiiiiinee e 1306
Deposit account.........cccccevcvveeeeeeeennnennn. 1303, 1306
Failure to pay......cccccoeiiieeeeeiiiieene. 711.03(c), 1306
Late payment.........ccccovvveeeeenniiieeee e 711.03(c)
Petition to accept late fee...........c.ccoeunnee. 711.03(c)
Reissue application............cccveeeeeriiiieeeee e, 1415
Who may fil€......ccoviuiiiiiiii e, 1306

Israel Patent Office (ILPO)..... 1840, 1840.05, 1860,

1865

Issue of patent.........ccccooiiiiiiiiiiii e 1309
Deferred.......coooev i 1306.01
Request for simultaneous issuance............. 1306.02

Issue of patent to applicant.............cccceeeeiiiiiinnenn. 308

Issue of patent to non-applicant assignee............. 307

Item of information in supplemental examination..........

2809
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Jacket — License rights clause

Sec. No.

Jacket (See also: File  wrapper/history)

Japan Patent Office (JPO)..... 1840, 1840.06, 1860,
1865

Sec. No.

Application before court...........ccccovviiiiiiinininnn. 1216
Interference

K
Kind COAES.......vvvviiiiiiiiieciiee e 901.04(a)
Kinds of patent documents...........ccccceeveveeenieene 1851
Korean Intellectual Property Office (KIPO)......... 1840,
1840.02 1860 1865
L
[ Te] o [T T 2190

Lack of unity of invention..... 823, 1844.01, 1845.01,
1850

Japanese year SyStem........cccccvveveeveiriieeeenn. 901.05(a)
JepPSON ClaiM.......oocuiiiiie e 2129
Joinder, IMProOPEr........ccoiiciiiiee e e esiiiee e e e 805
Joinder, generic or linking claim allowable.... 821.04(a)
Joinder, product claim allowable.................. 821.04(b)
Joinder of iInventors..........cccccceeveiiiveee e, 409.03(j)
Joint application, definition..............ccccoecveenen. 201.02
Joint application, original oath........... 602.01, 602.09
Joint inventor

Oath...cocoeiii 602.01, 602.09

Power of attorney to.............. 402, 402.01, 402.02

Refuses to sign application............ 409.02, 409.03

409.03(a)

Rights of Nnonsigning..........ccccovevevvieeiinnenn. 409.03(i)
Joint inventors............. 201.02, 602.09, 609, 2109,
2109.01

Change in order of names..............cccveee... 602.01(c)

COITECHION....eeee e 602.01(c)

Provisional application...........c.cccoccieeeininnn. 602.09
JOINt OWNETS......coovieeivieeeeeeeeeeee, ~301, 301.01
Joint research agreement..... 302, 302.07, 2141.01,
2146 2156

Common ownership....... 2136.01, 2136.02, 2137,
2146 to 2146.03(a), 2151, 2152.07, 2154.02(c),
2156 2158 2158.01

Double patenting rejection based on excepted subject
matter or disqualified prior art............. 804, 804.02
804.03, 2146.03, 2154.02(c), 2158
Invoking prior art exception under 35 U.S.C.
102(b)(2)(C)...... 717.02to 717.02(d), 2154.02(c),
2156

Prior art disqualification under pre-AlA 35 U.S.C.
103(c)..... 2136.01, 2141.01, 2146 to 2146.03(a)
Requirements to establish..... 717.02(a), 717.02(b),
2141.01, 2146, 2146.02, 2156
Statutory basis under pre-AlA 35 U.S.C. 103(c).........
2120

JoiNt VENLUre.......ccovevveeiiecieeenn 717.02(a), 2146.02
Judicial NOtICE.......ccvviiiiiee e 2144.03
Judicial review
Ex parte reexamination proceedings............... 1216
Patent applications..........ccccoecvviereeniiiiireee s 1216

Standards of review by the Federal Circuit... 1216.01
Jurisdiction

Allowed application............ccccecvvernnee. 714.16, 1305
Appealed application............cccceeevunneee. 1203, 1210
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Lack of utility..........ccceeruenne. 608.01(p), 2104, 2107
Language, Offensive........................ 608, 1504.01(e)
Language of Papers.......cccuvuveeeeeiniiieeeeeeniieeee 608.01
Large Tables........cccceeevevreieeinenen. 608.05, 608.05(b)
Late payment of issue fee..........ccccevvvvernnnen. 711.03(c)
Law, new interpretation of.............cceeeinieeeiinenn. 1207
Laws, Patent (See also: Statutes)
Legal representative refuses to sign............ 409.03(c)

Letter (See also: Action) Form letters and forms) Letter,

Examiner’s)

Abandoned after allowance............c..ccocuueee.. 711.05
Congressional iINQUIry........ccccoecveevineeenenee. 203.08(a)
Drawing transfer 608.02(i)
Official INQUINY......ccveeeeeieieee e 203.08(a)
SEALUS. ..ttt 203.08
Letter, Examiner's (See also: _ Examiner's Letter)
Letters, receipt and handling............c.occooeeeennnnee. 500
Letters of administration.............ccccceeerveeene 409.01(b)
Letters testamentary.........cccccccevecvveveeeeennen, 409.01(b)

Library, Scientific (See also: _Scientific and Technical

Information Center (STIC))
Library ServiCes........cocveviiiiniiiiiiieeesiieene 901.06(a)
License agreements under patent......................... 301

Recording of.........occviiiiiiiieeeee 310, 313
License rights clause.........ccccccovviviiiieiiiiiiiieee s 310



INDEX

License to file foreign application — Maintenance fees

Sec. No. Sec. No.
License to file foreign application................ 115, 140 Mail StOP EBC....vveieieeeeeeeeeeeeeeeeee e 403
License to file international application...... 140, 1832 Mail Stop Ex Parte Reexam...... 501, 2222. 2224,
LICENSEE, ACCESS.....cvuiiieveieeieee e 106.01 2226, 2231 2246 2806
Licensing and Review.... 115, 120, 140, 150, 502, Mail Stop Expedited Design..........cccceeruveeen. 1504.30

502.01, 709, 710, 2104.01, 2304.01(a)

Linking claim........ 806.04, 806.05(c), 809, 809.03,
821.04(a)

Transitional application............cccccceeeeennee. 803.03(a)
List of countries giving right of priority.............. 213.01
List Of dECISIONS........ccovriiiiiiiiec e Al
List of prior art in reexamination.......................... 2257
Literature citation in specification................. 608.01(p)

Litigation information, Duty to disclose....... 2001.06(c)
Litigation not stayed in reissue...... 1442.02, 1442.04

Mail Stop Express Abandonment.. 1002.02(r), 1125
Mail Stop Hatch-Waxman PTE...... 501, 1002.02(b)

Mail Stop Inter partes Reexam............cccceeeueeee. 501
Mail Stop Issue Fee............... 502, 1306, 1306.02
Mail Stop LER......cooiiiiiiiiieeeiee e 120
Mail Stop Maintenance Fee................... 501, 2510

Mail StOP MPEP......ccuiiiiiie e
Mail Stop OED...........ccceenee

Mail Stop Patent Ext
Mail Stop Patent and Trademark Copy Fulfillment

Litigation, reexamination copending Branch........coccovveveieiesiennene. 501, 2232, 2803.02
EX PAIte ...eeveeieeieiiee e 2286 Mail Stop PCT..... 501, 1808, 1821. 1864. 1865
Litigation related reissue.. 1404, 1442.01to 1442.05 Mail Stop Petition...... 1002.02(b), 1308, 1901.03,
Litigation, stayS.........cccevevvevverennnne. 1442.03, 1442.05 2580, 2590
Living matter (See also: Biotechnology) ............ 2105 Mail Stop PGPUB........ccceeiiieiiieeeciiee e 1126
Local representative of attorneys............ccccceeueeeee. 408 Mail Stop Post Issue................. 2222, 2501, 2805
Locarno international classification designation..... 907 Mail Stop REISSUE........c.cueveeiiiiiiiiee e 1410
Mail Stop Sequence (Box SEQUENCE)..... 2413.03
2429 2433
Mail Stop Supplemental Examination.............. 2806,

2812.03
Mailing action.........cccvviiieeeiiee e 707.12
In ex parte reexamination..............cccceeeeevennnnn. 2264
M Mailing, Certificate of (See also: _Certificate of mailing

Machine, process or product..... 806.05(e), _806.05(f), of i iransmission (37 CER 1.8))

806.05(g) Maintenance Fee Branch............ 2501, 2515, 2520,

Machine Translation...............cc.c...... 901.05(d), 2120 2540 ) ]

Mail (See also: Mail Stop) Qontact iNformation...........coceevvvee v, 1730
Address... .. 501 Q/IS%Btenance fees (See also: Fee) Refunds) .... 1730,
D.ep(.Jsmr]g correspondence 502 Attorney or agent
Distribution............covvviieiiiiiiee, 501, 508 Handling of requests to withdraw.............. 2560
Expr(.egs.... .............................. 502, 513, 711.03(c) Revocation of power of attorney....... 2501, 2560
Identlflcatlon ......... e 502, 503 Change of correspondence address..... 2501, 2542
Recelpt and handling..........cccoeeeeiiiiiiee e, 500 Credit card used for payment of............ 2510, 2522
U_ndellvered ................................... 707.13, 1303.02 Due dates for payment 2506
Z?p code..... S 502 Duplicate Payment............ 2532

Ma!l date as filing date - Facsimile submission............ccccccvvvnnnes 2515

Mail §top .............. e 501 Fee address. 2542
Ma” Stop 8 (Solicitor)........... 501, 1216, 1216.01 Fee amounts.........ccccvvveeeiei e, 2520
Ma!l StOP 10 1232 FOIMIS. e 2595
Ma” Stop 16 (Refunds) 509.03 Information available from Maintenance Fee Branch...
Mail Stop AF 2501 2570
Mail Stop Assignment Recordation Services..... 501, Information required with payment....... 2515, 2530
302.08 -

i ) INSUTFICIENT. ... 2531
Mail Stop Conversion...........cccceveeeeeinvnenn.. 601.01(c)
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Maintenance fees — Multiple dependent claims

Sec. No.

501 2501 2510
Mailing address for payments..... 501, 2501, 2510
Maintenance Fee Branch......... 2501, 2515, 2520,
2540

Method of payment..........cccccevviiiiiieeeneeeee 2522
Micro entity status requirement........................ 2550
Notices — Expiration, Receipt, Reminder.......... 2575
Obligation to pay while reissue is pending... 1415.01
2504 2506, 2515
OVErpaymMEeNt.......cooveieiiiiiiieeeee e 2550
Patents subject to payment of...........cccceevneen. 2504
Payment informalities..........c..coceeviieeiiieeiineene 2530
Petition to accept......... 2515, 2530, 2531, 2550,
2590

Reexamination.............ccceeeeeeieiiiiiiiiiiiieee e 2506

Refusal to accept and record payments, Review of.....
2580

Reinstatement, delayed payment..................... 2590
Reissue patents....... 1415.01, 1443, 2504, 2506

2506

Small entity status requirements...................... 2550
Special ACCEPLANCE.......ccevvvvvieeeeiiiieee e 2530
Status requestS.......vvvvvveeveieieieieeeeeeeen, 1730, 2570
Mandatory Classification............... 903.07, 905.03(a)
Manual, authority Of........cccccooiiiiiii e,
Manual of Classification for USPC................ . 902.01

Manuscript decision................
Margin, application papers
Mark of applicant............cccocoieeiiiiiineees

Marking, SECUItY..........ceviiiiiiiieei e 121
Markush claim................. 803.02, 2117, 2173.05(h)
Antedating reference for..........ccccoeeeeeeiiinnnn. 715.03
Supporting disclosure................. 2163.05, 2164.03

Material mistake by Office in published PG-Pub.. 1130
Materiality of information regarding patentability (See

also: Duty of disclosure)
Mathematical algorithms.................... 2014, 2106.04
2106.04(a)(2) 2106.05(f) 2181
Matter not in original disclosure................... 608.04(a)
MEANS......eiiiiieie e 2181
Broadest reasonable interpretation.................. 2181
Equivalent compared to Doctrine of Equivalents........
2186
ODVIOUSNESS. ...cooiiiiiiiiiieiece e 2183
Rev. 01.2024, November 2024

Sec. No.

Prima facie case of equivalence.......... 2183, 2184

Related issues under 35 U.S.C. 112(a) and (b) or
pre-AlA 35 U.S.C. 112, first or second paragraphs.....

2181, 2185
Scope of the identification of prior art............... 2182
Single means claim........... 2164.08(a), 2173.05(q).
2181
Means plus function limitations..... 2106.03, 2111.01,
2114, 2181 to 2186, 2187
Memorandum, Citation...........ccceeeeeeeeereiiiieennnnnn. 707.06
Merger of ex parte reexamination and reissue.... 2285
Merger of supplemental examination.................. 2821

Method of making and apparatus or product.................

806.05(e), 806.05(f)
Metric (S.I.) system usage.........cccceevvveerreeeennnn 608.01
Micro entity status
Application filing limit............ccoceiiiiiennn. 509.04(a)
Continued obligation to determine micro entity
qualification.........ccccovvieiniee e 509.04(d)
Correcting errors in micro entity status....... 509.04(f)
Gross income basis...........cocevieeeiinieeninn. 509.04(a)
Institution of higher education basis.......... 509.04(b)
.................................................................. 509.04(c)

Previously filed patent application exclusion...............

509.04(a)

Notification of loss of entitlement to micro entity

SEALUS. ...t 509.04(e)
........................................ 509.04
509.04(a). 509.04(b)
Microorganisms  (See  also: Biotechnology)
Microorganisms, deposit of............. 1823.01, 2402 to
2411.05
Microorganisms, patentability of............. 2014, 2105
2106.03 2164.01(b), 2164.06(a)
Militarily Critical Technology List (MCTL)............... 120
Military officer notary..........cccocceeeeiiiiiieennnne 602.04
MiINOK, INVENEO......uvveieiiieeieieeieee e 409
Misjoinder, Effect on patent................cccvveveeeeennee. 805
Misjoinder of inventors..... 602.01(c), 1402, 1412.04
Mistake (See also: _Correction of patent) _Errors)
Mistake by Office in Pre-Grant Publication.......... 1130
Mode, Best (See also: Best Mode)
Mode of operation...........ccccoeeveiiieeenciieenne. 608.01(h)
MO L. ... 608.03
Model, return..........cceeeiiiiieiiiiee e, 608.03(a)
Model at iNterview..........cccooecvveeeeeiiiiiee e 713.08
Motions in interferences (See also: _ Interference:
Motions)
Multiple dependent claims
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Multiple dependent claims — Nonelected invention

Sec. No.
Fee calculation............ccoocevvvvnerninnnn. 607, 608.01(n)
Handling........coooviiiiiieeeee e 608.01(n)
Restriction practiCe...........ccovvvvevrveeeiiineenns 608.01(n)
Multiple papers on same issue in protest.... 1901.07(a)
Multiplicity of claims............c....... 707.07(9). _714.16,
2173.05(h), 2173.05(n)
Multiplicity of species.................... 806.01, 808.01(a)
Munitions Lists of the International Traffic Arms
Regulation (ITAR).......cooviiiiiiee e 120
N

NAFTA oo 715.07(c)
Name (See also: Applicant) Inventor)
Change........ccoceveiiiieniiennns 602.01(c), _602.08(b)
Correction.........cccceveuvenee. 602.01(c), _602.08(b)
(0170 =) SRR 602.01(c), 602.08(b)
Petition........ccccoevrernen. 605.04(c), 602.01(c)(3)

Translation, typographical error... 602.01(c), 602

602.08(b)
Change, file sent to Office of Patent Application

Sec. No.

Naturally occurring article..............

Negative limitation............cccceevrvieeeeiinnnnnn.

Negotiation authority...........cccccceeeeiiiiieneen i

New application (definition)
Assignment to examiner for examination.. 909.01(b),
909.02(b)

Assignment to examiner in TC for examination..........

909.01 909.02
Examiner review for completeness..................... 702
Transfer........cccoeeeveeeveieene, 909.01(d), 909.02(d)
New examiner, action by..........ccccoocieeeeeniinnnen. 707.01
New ground of rejection by the Patent Trial and Appeal
BOArd.......ccoeeevevveeeeeeeeciee e 706.07(h), 1214.01
New ground of rejection on appeal................. 1207.03
NEeW Matter.......cccceeeevevveieeeeeinns 608.04(a), 2163.06
Amendment of disclosure................. 608.04, 1481,
2163.03 2163.04 2163.07
Claim.....ccccovveeeiiieenne 608.04, 608.04(a), 2163.03
Appealable...........coocoiiiiii 608.04(c)
Claim terminology.........ccccccevevviieninienninen. 608.01(0)

Continued prosecution application (CPA)... 201.06(d)
Continuing application.. 201.07, 1481.03, 2163.03

Design application..................... 1503.01, 1503.02,
1504.01(a), 1504.04
DiSClOSUIrE......ceveiiiiieiiiieeieee e 608.04, 2163.06
Divisional application...........cccccoeeiieeeerinnnen. 201.06
Drawing.......ccoveevveeenirreesnneeeninee 608.04, 608.04(a)
Inherent characteristics........ 608.04(a), 2163.07(a)
Objection........cccccevevivveveeeieenn, 608.04(a). 2163.07
Petitionable...........cccccoevveeinenn. 608.04(c), 2163.06
Preliminary amendment......... 608.04(b), 714.01(e)
Priority...ccoooeeeriee e 2163.03, 2163.05
Reissue application.. 1402, 1411.02, 1453, 1457
Rejection................... 608.04, 608.04(a), 2163.06
Specification, petitionable.......................... 608.04(c)
Substitute specification.............ccccceeeeeeee. 608.01(q)
Trademark definition...........ccccovvveevineennne. 608.01(v)
When entered............ccoeeeeeiininennn. 714.19, 714.20

NIRC (See also: _Notice of Intent to Issue Ex Parte
Reexamination _ Certificate  (NIRC)  PTOL-469)

Nonanalogous art...... 904.01(c), 1302.14, 2131.05,
2141.01(a)

Processing (OPAP))......cccceviiviiiiieeiiieene 602.08(b)
Full first or middle required............c.cc....... 602.08(b)
Order....ceeiiieeeceeeceeeeeins 602.08(b), 602.01(c)
Signature (See also: Signature)
Uniformity with signature...............cccoee.... 602.08(b)
Names used in trade...........cccceeeiiiiineeennns 608.01(v)
National Aeronautics and Space Administration
(NASA)...co ot 115, 150, 151
National application.............ccccceveeiiiiiiiiee e, 201
National security, application affecting........ 115, 120,
121 130 140
National stage application (35 U.S.C. 371)...... 201.01
1893 to 1896
Compared with national application.................. 1896
Continuation or continuation-in-part................ 1895,
1895.01 1896
Drawings......ccocveeiiieeiiiiee e 1893.03(f)
Filing date.......cccccoeeeviiiieeeee e, 1893.03(b)
Information disclosure statement.................. 609.03
1893.03(q)
Order of examination......................... 708, 1893.03
Petitions related t0..........ccccevvveeiiieeennenn. 1002.02(p)
PO . ..eeeeeiiieee e 1893.03(c)
Unity of invention...........cccevvveeiiieecineeen. 1893.03(d)

Index-61

Design applications................... 1504.02, 1504.03
Nonelected invention
Claims to
Added......ooieii 821.03
Canceled.........ccocceeeiviiiieneenins 821.01, 821.02
Eligible for rejoinder.........c.cccoccvveveeeiiiiiineeeens 821
Withdrawn..........cccceeeviieeiineens 821.01, 821.02
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Nonelected species — Oath

Sec. No.

Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469.. 2234, 2250, 2250.01,
2256, 2262, 2266, 2273, 2274, 2283, 2285,
2287, 2287.01, 2288, 2289, 2296

Notice of New or Revised Pre-Grant Publication.. 1127

Notice of Non-Compliant amendment.................. 714,
714.01(e), 714.03
Notice of Pre-Grant Publication..............ccccccoeeune. 1127

Notice of references cited form (PTO-892)...... 609.02,
609.03, 609.04(a), 609.05(a), 609.05(c), 609.06,

707.05 707.05(a) to 707.05(g)
Notices (See also: _Publication) ................... ., 707.06
Notices, maintenance fees............ccc....... 2501, 2575
Nuclear material application..............c.cccceenee. 2104.01

Nucleotide sequences (See also: _ Biotechnology)
Sequence rules) ..... 803.04, 1823.02, 1848, 1850,

Sec. No.
Nonelected species
Claims to
Canceled.......ccccceeeeiiiiieiieeie, 821.01, 821.02
Eligible for rejoinder 821
Withdrawn..........cooceeeiieeiiieenns
Non-English oath or declaration...................... 602.06
Nonnaturally occurring manufacture or composition of
| F= (= PPN 2105
Nonpatent literature..........cccceveveeenieeeiiieeninennn 901.06
Nonprofit organization, claiming status as........ 509.03
Nonprofit organizations...........cccccevvveeennneenne 509.02
Nonprovisional application (See also: Application) ......
506, 601
Nonpublication request, Application.................... 1122
Nonpublication Request Under 35 USC 122(b)(2)(B)(i),
form PTO/SB/35
CIted....oi i 1122
Reproduced.........cooouveeiieiiiiiiee e 1135
Nonreceipt of Office letter...........cocevevivirenne 711.03(c)
Nonsigning inventor’s rights...........cccccceveene 409.03(i)
Nonstatutory subject matter............ 2104 to 2107.01
Not fully responsive amendment..... 714.02, 2266.01
Notary JurisdiCtion............ccovvveeeiiiiiiee e 602
Notary jurisdiction, military officer 602
Notary jurisdiction, venue agreement.................... 602
Notary seal.......ccceeoiiiieiieeiiiiieee e 602
Notation on file wrapper/history
Foreign application...........ccccvevieeeniieeniicc e 202
Parent application................ccccuu.... 202, 211, 202
Notice, CIAtiON.........cuuiiiieee e 707.06
Notice of allowability.................... 717.01(f) , 1302.03

Notice of allowance (See also: _Allowance and issue)
Form letters and forms: Notice of Allowance and Issue

Fee DUE PTOL-85) ....cccecovueeeeiiee e et 1303
Assigned application............ccccceeeiiiiieeenn. 307, 308
Deceased inventor..............cooeeeecccnvninnnnnnns 1303.03

Reissue application. 1441.01, 1444, 1456, 1457,

1877, 2400
Publication on web for PG-Pubs...........c.c......... 1121
Restriction practice.......... 803.04, 1850, 2412.07,
2434

Nullification of double patenting rejection......... 804.01

Number, Application...........cccoceveriieeinieenne 503, 506

Number, Drawing reference character......... 608.01(q)

Number, Serial........ccoooovveeiiiiiieieieeeeees 503, 506

Numbering paragraphs of letter.................... 707.07(K)

(0]
Oath (See also: Declaration)

Antedating reference (See also: _Affidavit, of prior
invention to overcome a pre-AlA 35 U.S.C. 102 or 103

1481.01 1481.03
Secrecy order application...............ccc..c.... 2115, 130
Undelivered..........cooeviiiiieiieiiiiiee e 1303.02
Notice of appeal.........ccccceeeiiiiiiiie e, 1204
EX parte reexamination............cccccceeviivieienenne 2273
Notice of Ex Parte Reexamination Certificate Issuance
in the Official Gazette .........ccccveeiviiienieei. 2291
Notice of Ex Parte Request for Reexamination in the
Official Gazette ........ccevvviivieeiiiiee e, 2229

Notice of foreign filing after nonpublication request.......
1124

Notice of informal patent application form..... 707.07(a)
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rejection(37 CFR 1.131))
NON-ENglish.......ccooiiiiiiecee 602.06
Original (See also: Oath, Original, Rule 1.63) ..........
602.01(a), 602.01(b), 602.01(c)
Plant application (Rule 1.162).............cccceeeennn. 1604
Reissue (Rule 1.175)........c........ 1410.01, 1412.04,
1412.05, 1414to 1414.03, 1444, 1451, 1455

Supplemental............ 1412.03, 1414, 1414.02,

1414.03 1444
SUDSHItULE. ..o 602.02
Supplemental.........ccoccviiiieeeiiiieens 601.05(b), 603
Supplemental and allowance........................ 603.01
Traversing rejection (Rule 1.132)............cccveeeeen. 716



INDEX

Oath, Antedating reference — Office action

Sec. No.

Oath, Antedating reference (See also: Affidavit, of prior
invention to overcome a pre-AlA 35 U.S.C. 102 or 103

rejection (37 CFR 1.131)) «ooveiviiiieiiiiieeeeeeeeeeeeeeiens 715
Oath, International application................... 1893.01(e)
Oath, Original, Rule 1.63......... 602.01(a), _602.01(b),
602.01(c)
AdMINISTENING.....cvvviiee e 602
AmMEeNdMENt.......cooviiiieiiee e 602.01(c)
Attorney adminiSters.........ccueeeeeeiiiieeeeiiiiieeeeenne 602
Consular certificate .. 602.04
Continuing application................ 602.01(c), 602.05
Copies, filing Of........oooiiii e 602
Date of eXeCution..........ccceeeeveiieiee e 602.05
Declaration in lieu of, Rule 1.68........... 602, 602.01
Defective........... 602, 602.01(b), 602.02, 602.03
Delayed filing.......ccoovviiiiieiiiiiience e 506
Divisional application............. 602.05(a). _602.05(b)
Executed before alteration of specification..... 602.02
EXECULION......coiiiiieice e 602
Facsimile........oooiueeiiiieei e 602
Foreign exXxecution...........ccccoeviieieee i 602.04
Foreign-filed applications listed.......... 214, 214.03
602.01(b)
Invalid, By attorney in case..........cccccoevcvveveeennnns 602
Jurisdiction of notary.............ccccceeerinee 602, 602.03
New required.........cccceevveernneeennnen. 602.01, 602.02
Notary................ 602, 602.03, 602.04, 602.08(b)
Notary certificate........c.ccoeevveeeeiricnnnn. 602, 602.03
Notary JurisdiCtion..........ccccovceeeriiieiiiie e, 602
Refers to preliminary amendment............. 602.01(c)
SAL e 602
Seal, Foreign application.............ccccoecvverruneen. 602.04
Seal, Not required..........ccccveeeeeiiiiieri e 602
Signed before alteration of specification.... _602.08(b)
SUDSHIULE......cevvviieei e 602.02, 604
VEBNUE. ...t 602
Oath, Supplemental, Rule 1.67............ccoccueeeeennnee 603
After allowance..........cccccceeeeivneennn. 603.01, 714.16
Change of inventorship.................... 602, 602.01(c)
Oaths, Conflicting..........cccceveeveennnns 201.03, 602.01(c)
Object of iNVention..........cccevevveiiieeeniie e, 608.01(d)
Objection contrasted with rejection................... 706.01
Objection, Dependent claims....................... 608.01(n)
Objection to formal matters, When made..... 707.07(a)
707.07(j), 710.02(b), 714.14
Obvious error, correction................... 1302.04, 1305
Obviously informal application................coc....... 702.01
Obviousness................. 2120, 2141to 2146, 2158
Age of reference.........cccceevvieeiiiiiiiiie e, 2145

Sec. No.

Analogous prior art..... 1504.03, 2141.01(a), 2145
Chemical compounds.. 2144, 2144.02 to 2144.04,

2144.08 2144.09
Design applications...........cccevevvieenineennnne 1504.03
Examplary rationales and examples................. 2143
Form paragraphs used for rejection.. 2148, 2158.01
Number of references...........cccccvvveeeeieeeeeeneennn, 2145
Ordinary skill, level of..........cccc.c...... 2141, 2141.03
Parameter.........cooooiiiiiiiieeen 2144.05
Prima facie case... 2142 to 2143.03, 2144, 2158
Predictability.........ccooceivieeniiceceen,
Rebuttal against
Process claims, nonobvious product........... 2116.01
Provisional rejection................... 2136.01, 2146.03,
2146.03(a), 2148, 2152.07, 2154.01(d), 2158.01
RANGES. .. i 2144.05
Rationale for.........cccccovveeiniiiennne. 2144 t0 2144.09
Adjustable, making...........ccccevvieeiiiiennnn 2144.04
Aesthetic design changes 2144.04
Automating manual activity...................... 2144.04
Duplication of parts........c.ccccevvveeeiinernne 2144.04
Elimination of element or step................. 2144.04
Equivalence, art-recognized.................... 2144.06
GENUS-SPECIES....uvveeeeiiiiiiieeeeeiiiieeee e 2144.08
Integral, making...........cccoveiiiieeiiiiiiien. 2144.04
Omission of element or step..........c......... 2144.04
Portable, making.........ccccvveeeeiiiiiiineeeniins 2144.04
Proportion changes..........cccccceeviiieeeeenn. 2144.04
Purifying old product............cc.cceevvniennne. 2144.04
RANGES. .. vttt 2144.05
Rearrangement of parts..........cccccceeeenne 2144.04
Reversal of parts............... 2144.04
Separable, making 2144.04
Sequence, change iN.........cccccceevviiieeeenn. 2144.04
Shape changes........cccoocviiiiniiniiecns 2144.04
Size changes.......cccoccveeevvciiiiee e 2144.04
SPECIES-0ENUS.....ueiiiiiee e 2144.08
Rebuttal arguments by applicant..... 2144.05, 2145
Reliance on scientific theory............cccceec... 2144.02
Teaching away in prior art ... 2141.02, 2145
Offenlegungsshriften.........cccccviiniiiciinenn. 901.05(b)
Offensive language...........ccccoeuvenen. 608, _1504.01(e)
Redacted in Pre-Grant Publication................... 1132
Offensive subject matter............cccceeevveeene 1504.01(e)
Offer to sell.............. 2120.02, 2133.03(b), 2139.02,
2152.02(d)
Offer to surrender original patent (not required)... 1416
Office action (See also: Action)
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Office action in ex parte reexamination — On sale

Sec. No.

Office action in ex parte reexamination... 2260, 2262
Office date stamp...... 505, 506, 710.01(a), 714.18

Office hOUIS.......uiiiiiiiiiiiieeeee e, 510
Office of Data Management......... 104, 502, 502.01,
603.01, 608.01(m), 608.02(z), 711.01, 714.16,
714.16(d), 724.05, 903.07, 1125, 1302.05,
1302.12, 1303.01, 1308, 1309, 1309.02, 2229,
2283 2287, 2295
Hand-delivery of papers t0........ccccceeeverieeenninenn. 502
Petitions decided...........ccccoeeeeieiiiiiiicnnnns 1002.02(r)
Pre-Grant Publications Division.......... 502, 502.01
1125 1126 1730
Telephone nuMber........ccccoieveviiieiiiie e, 1730
Office of Electronic Information Products........ ., 1730
Office of Enrollment and Discipline............. 401, 402,
402.01, 407, 410, 502, 510, 601.03, 602,
714.01(a), 1002.02(k)(1), 1002.02(m)
Mailing address.......cccovveeeiiiiiiniee e 501
Office of General Law..............cccccuvvnnns 1002.02(k)(2)
Office of Governmental Affairs..................... 203.08(a)
Office of Patent Application Processing (See also:
Incoming-Mail Section) ................ 201.03, 201.06(c),

201.06(d), 202, 203.08, 402, 402.01, 409.03,
501, 502, 503, 506, 601, 601.01(d), 601.01(f),
601.01(q). 602.01, 602.01(c), 602.01(c)(1).
602.01(c)(3), 602.03, 602.05(b), 602.08(b), 608.01,
608.01(b), 608.01(f), 608.01(n), 608.02, 608.02(a),
608.02(b), 608.05, 609.07, 714.16(d), 903.08(a),
1306, 1410, 1410.02, 1414, 1414.02, 1451, 1457,

2501, 2542
Application Assistance Unit.................... 102, 1730
Contact information........ccceeeeeeeiiiiiiiiiiieieeeeeeees 1730
Petitions handled..............ccccceeeiiiiinnnen. 1002.02(q)

Office of Patent Classification....... 903, 903.05, 906
Office of Patent Legal Administration (OPLA) (See also:
Central Reexamination Unit (CRU)) ..... 103, 506.02,
1002.02(b), 1415.01, 1449.01, 1457, 2227, 2236,

2239 2284 2285, 2287
Office of Patent Quality Assurance................ 1302.04
1308.03
Office of Petitions. 106, 201.03, 201.06(c), 211.04,
410, 502, 601.01(d), 601.01(q), 601.02,
602.01(c)(3), 609.04(b), 1002.02(b), 1308
Location and phone number..............ccceevverennee 1730
Office of Policy and External Affairs................. 213.01
Office of Solicitor........ 311, 1002.02(k)(3), 1216.01,
1216.02, 1701.01, 1720, 1721, 2207, 2240
Mailing address........ccccovveeiiiiiiniee e 501
Office of the Commissioner for Patents.............. 1721
1901.03 1902.01
Duty of disclosure to..........ccoccvveeeeeiiiiieennn. 2001.03
Rev. 01.2024, November 2024
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Sec. No.

Office of the Deputy Commissioner for Patents who
oversees the Office of Petitions or Assigned Staff in the
Office of Petitions, the Office of Patent Legal

Administration, and the MPEP Staff Office .......... 410,
502.03, 714.19, 714.25, 1721, 2239

Petitions and requests decided by........... 1002.02(b)
Official aCtion............coooeiiiiiiiiee e 707

Official Correspondence (OC)...... 707.05(a), 719.05,
1879
Official Gazette(O.G.)..... ,_ 403, 409.03, 409.03(h),
1703

Claim published...........cccccoiiiiiie 1302.09
Reissue application..........cccccceevviveereeninnnenn. 1455
From ex parte reexamination certificate...... 2287

Copies and Subscriptions...........ccccceveeriiiieeenn. 1703

Defensive publications.............ccocceeiiieenne 711.06(a)

Designating classification..............cccccuveenee. 1302.09

Drawing figure.......cooooeeeeeeiiiiiiieesiieeeeee 1302.09

EOGP. . 1703

Issuing as U.S. patent

Notice of ex parte reexamination certificate.... 2288,
2291

Notice of Certificate of Correction......... 1480, 1485
NOTICES ..vvvieeiiiiiiiee et 1703
Notices of maintenance fees due......... 2501, 2575
Notice of ex parte reexamination request........ 2229
ONlNE..cccoiiiiie e 1703
Patents .......ooovuvieiiiie e 1703
Published electronically...........cccccceiviiiiiiennnns 1703
Publishing disclaimers............ccoccveeiiiiiineeeinnns 1490
Reissue application filing notice.......... 1430, 1441,
1441.01, 1443, 1452, 1457, 1470, 1703
Statutory Invention Registration (SIR).............. 1111
Trademarks .......cccoveeeeeiiiiiei e 1703
Official INQUIMIES......ccoveeeieiiiiiieeeeee s 203.08(a)
Official NOtICE......uvvvieieieiiieeieeieeeeeeeeeee e, 2144.03

OIPE (See also: _Office of Initial Patent Examination
(Office  of  Patent  Application  Processing))
“Old art” use in deciding request for reexamination.......
2242

Old combination...........c.cccveveeiiiiiiieee e, 2173.05())
Omission in reply, inadvertent...... 710.02(c), 714.03,
804, 2266.01
Omnibus claim........cccccoceeeeinenn. 2173.05(r), 2175
On-line search (See also: Electronic databases) .........
901.06(a), 902.03(e) 2135

On sale (See also: Public Use) .... 2120.02, 2133.03,

2133.03(b), 2139.02, 2152.02(c), 2152.02(d)
Affidavit or declaration.............c.oceeeevvvevvvvnnnnnn. 715.10
Anticipation rejection.......... 2133.03(b), 2152.02(d)




INDEX

On sale — PAIR

Sec. No.
BUYET ... 2133.03(b)
Commercial activities............. 2133.03, 2133.03(c),
2133.03(e), 2133.03(e)(1), 2152.02(d)
Completion of the invention.... 2133.03, 2133.03(b),
2133.03(c), 2133.03(e)(1). 2133.03(e)(3)
Admission of completion by 37 CFR 1.131
affidavit........cccooeviiie 2133.03(c)
Definition of.........cccccoeeeeneee 2133.03(b), 2152.02(d)
Conditional sale...........cccocovviviiieennnen. 2133.03(b)
Nonprofit sale.........cccceeveiiiieeiiieeee 2133.03(b)
Sale of rights........ccooiiiiiieee 2133.03(b)
Single sale.......ccooeeiviiienie, 2133.03(b)
Delivery of offered goods...........c.ccueenee 2133.03(b)
Device embodying process..........ccccoeeuueeennn. 2111.02
Evidence of (prior art publications).......... 2133.03(b)

Experimental use (See also: Experimental use) .......
2133.03, 2133.03(e) to 2133.03(e)(7). 2152.02(d)

Sec. No.
Patentability report.........ccccoccvvveeiiiiiinnneenn, 705.01(b)
Order for compliance............ccoceeeeiiiiiieeneeninne 1210.01
Ordering
Abandoned file...........c........... 711.04(b)., 901.01(a)
Foreign patent.........ccccooeceieeeiiniiiieee e 901.05(c)
Patented file............ccceevnenne 711.04(b), 901.01(a)
Publication............cccocviriincien 901.06(b)
Reexamination, decision
Ex parte .....cococvvvvviiiennnn, 2246, 2247, 2247.01
Orders (See also: Publication) .................... _, 707.06
Ordinary and customary meaning of claim term. 2106,
2111 2111.01 2173.01
Evidence of........cccooiiiiiiii e, 2111.01

Original application (See also: Nonprovisional
application)

Original disclosure, inherent characteristics..................

Goods “on hand”........ccccooevieeieiiiiiieneenn. 2133.03(b)
“In this country”.......ccccoovveeiniieiee e, 2133.03(d)
INVENLION. ..ottt 2133.03(c)
Intent to sell................... 2133.03(b), 2133.03(e)(2)
Offer for sale.......ccocccveeviiiiieeiieee s 2133.03(b)
Policy considerations.............c.cceevveeeeeiinns 2133.03
“Ready for patenting”..........c.cccoeveeriineenn. 2133.03(c)
Reduction to practice......... 2133.03(c), 2133.03(e)
Sale by inventor or associate.................. 2133.03(b)
Sale by third party........cccccoeviieieeiiiinnen. 2133.03(b)
Testing by third party...........cc........ 2133.03(e)(5)
2133.03(e)(7)
Sale of a process.......ccocceeeevvvveeeeeeiiinenen. 2133.03(c)
Sale of “rights”......cccoiiiiiiieeee e 2133.03(b)
SECIECY....eiveieeieeeieriesieniereeseens 2133.03, 2133.03(b)
Supervision and control over invention.......................
2133.03(e)(5) 2133.03(e)(7)

Test for determining if impermissible sale occurred.....

2133.03(b)

608.04(a), 716.02(f)
Ornamentality lacking in design applications.................
1504.01(c)

Outstanding requirements...........c.coevcueeennnee. 707.07(e)
Overcoming a reference, Right of priority............. 216,
2136.05(a), 2152.06
Overlapping applications

Same applicant. 709.01, 715.01(a), 804, 804.02,
822

Same assignee............... 709.01, 715.01(b), 822,
2136.01, 2146to 2146.03(a), 2148, 2152.06,
2154.01(d), 2154.02(c), 2158, 2158.01

Subject to joint research agreement.... 804, 804.02

804.03, 2136.01, 2137, 2141.01, 2146.01to
2146.03(a), 2151, 2152.07, 2154.02(c), 2156,
2158 2158.01
Overlapping claims...........ccovcvveeiiiiieeee e, 804.02
Owner’s representative. ...........eeeeeeerrivieeeeeieciieeeenn. 400
Ownership and assignment............... 300, 717.02(a),
2146.02 2146.03 2154.02(c)

Ownership at time invention made... 717.02(a), 2146,
2146.02

One Patent Service Gateway (OPSG)............. 711.01,
711.03(c)
Operating hours (See also: _Hours of operation)
OpPErative.........ccceveveeveeireeiieennns 2164.07, 2164.08(b)
Operative example.........ccccovveeeiiieeniieennne 608.01(p)
Operative, ShOWiNg..........ccccveeeiiivnenennn. 608.03, 716
Opposition to issue of patent (See also: _Protest)
Oral hearing in reexamination
EX PArte ..oooooiiiiiiiiiiiiiree e 2276
Oral hearing on appeal..........cccccceevniiiieeiinniineenn. 1209
Order, citation Of.........ccceeeeeiiiiiiiiiiiieee e, 707.06
Order granting ex parte reexamination............... 2246
Order of examination................ccceeee.. 708 to _708.03
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Customer number practice.........c.ccccvveveeerinnnen. 403
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PALM............... 101, 102, 711.04(b), 1704, 1705,
1845.02, 1893, 1893.03(a), _1893.03(b), _1895.01

Application location...........cccocueeiiiiiiiiieieennis 2235
Application records and reports............cccceeenee 1704
Application Status..........ccccovceveiiieeeniieeiee e, 102

Examiner Docket, Time, and Activity Reports... 1704
1705

“Flag” in reissue application............ccccccceveuveeee. 1456

Panel Review in ex parte Reexamination 2236
2246, 2247, 2262, 2271, 2271.01, 2275, 2281,

2287 2289
Paper, easily erasable 608.01, 714.07
Paper number...........coocooiiiii 714.18, 714.21
Paper size (See also: A4 size paper)
Application papers........cccoccveviieeiiiiee i 608.01
DraWingsS. .. ..ueeeieeiiieiee e e 608.02
Photographs........cccoovveviiiic e 608.02
Substitute drawings..........coccceevveeeinieeenne 608.02(h)
Papers (See also: Return of  Papers)
DEPOSItING. .. evierreieiiiie et 502
DiStriDULION. ... 508
File Wrapper. ... 719.01
Identification...........c.oovvvvviiiiiiiiieeeeeeeieiie, 502, 503
Receipt and handling...........ccccoveveeiiiiiinee e, 500
Received after patenting or abandonment..... 508.02
Signature required..........ccovceeeiiieeenieee e 402
Submitted in reissue litigation...............cccceee.... 1404
Parent application data, Cross-noting.......... 202, 211
Parent application review........ 707.05, 719.05, 904,
2001.06(b)
Paris Convention (See also: _Treaties) ............. 213.01
Article 4 Cited.... 213.01, 213.03, 213.06, 215.03
Partial signatory authority............cccocevveviieeeninnenn. 1005
Patent
1836 (present) SeriesS.......ccccevvvireeeeeiiciiieeeennn 901.04
AL SEIIES... e 901.04
Allowance and iSSUE............cceevverireeiiieneennens 1300
Application publication....................... 1120to 1135
Arrangement in Examiner’s Search Files....... 901.07
ASSIGNMENT......cciiiieecicee e 301
Citation handling..........ccccceevviiieiennnnis 1920, 2206
Citation of prior art in..........cccceeevvveenne 1920, 2202
Claim copied (See also: Claim _presented
corresponding to claim of patent)
Classification change...........ccccoooviieeeinniinennn. 903.05
Classification indices.................. 902.03, 902.03(a)
Classification Home Page on the Internet.. 902.03(a)
Classification Home Page on the USPTO Intranet.....
902.03(b)
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Copy in ex parte reexamination request.......... 2219
Double column format...................... 2214, 2219
(070] o)A @ (o 11 ¢TSRS 1730
(070]1 (=T 1 o] o o] SR 1400
DefiNitioN......ccveiiiee e, , 2135.01
DESION. ¢ttt 1500
DESIGN SEIES.....eiiiiiiieiieeeiiee et riee e 901.04
Design vs Utility..........oooeiiiiiiiiiiiiieees 1502.01
Effective date......... 715, 715.01, 2120.01, 2126,

2133.01, 2136.03, 2139.02, 2152.02(a), 2152.05,
2154.01(b)

Extension  (See  also: Term, Patent)
File reconstruction..........ccccccceeeeeeiiiiiiiccninnnns 508.04
FleS..coiiiiiii e 901.01(a)
Foreign (See also: Foreign patent)
7S] UL 1300
Issue Notification form..........cccccovvciveeenins 1306.03
Interference........ccccovvveevieeeiiieenns 2304 to  2304.05
INVENOrShip.....uveeeeeeiiiee e 2109, 2157
N U1 (o3 (o] o PO 1305
Law, opinions NOt giVeN...........ccceevnueeeenieeennne 713.02
Laws (See also: Statutes)
LICENSING. . etiiieeiiiiiiie et eeee e 301
Litigation relating to reissue..............cccuee..... 1442.04
Ordering electronic copy of sequence listing..............
2419.02 2419.03 2435
Ordering SOoft COPY......ocvvvreiiieiiiiieeniee e 905.02
Owner, appeal by.......cccccovviiiiie i, 1204
Owner, service of citation ON...........ccccevvueeeeee. 2208
Owner’s address in reexamination.................... 2222
OWNEISNIP....cciiiiei e 301
Plant series...........ccoooeeveecciviivvinnnnns 901.04, 1600
Post-issuance information updating.................. 2501
Prior art citation in

Printing Priority........cooooeeeeeeiiiiieeee e
Publication of application................... 1120to 1135
Reconstruction of file..........ccccoviiiiiiinnns 508.04
Reference (See also: Reference)
REISSUE SEIES.....ccvvviiiiiiiieieieeeer e, 901.04
Reissued, effect Of........cccccoiiviiiiii, 1460
Right to exclude others......... 509.02, 1111, 1601,
2162 2173.02

Rules (See also: _Rules, Patent (Code of Federal

Regulations))

SIMUItaNEoUS ISSUE........ccvevviiriciiieieennns 1306.02
Statutory subject matter................ 2104 to 2107.03
Surrender of original in reissue (not required)... 1416
Statutes (See also: Statutes)
System, Constitutional basis for...........ccccocoieeiiinninne



INDEX

Patent — Patent Cooperation Treaty (PCT)

Sec. No. Sec. No.
Term adjustment...........c.ccocevevereennnne. 2710to 2736 Patent Cooperation Treaty (PCT) (See also:
Terms (See also: Term. Patent) International application) _Treaties) .............. 1800, T
TEANSTOL .o, 903.05 AJMINISIrative INSIUCHONS.....o.oo.ovvviiiiiens Al
Transfer of rights in.......cccccoeeiviiiiiieiene 509.02 Agent """""" 1807
Type, Design Vs Utility..........ccvvvrereeenne 1502.01 fg;gng;ngntzbefore the designated °ﬁ'°1689301a3
. . .01(a)(2). 01(a)(3)
Utility SEriesS......ccovvvviveeiiieeeiiiees 901.04, 1502.01 i A
Utility VS deSign........cccoeveveveeeeeeeeeeeereens 1502.01 Amendment of claims  before the International
) BUICAU.......oeiiiiiiiiieic e 1853
X serles..........................: ............................... 901.04 APPHCANE ..o 1806, 1821
gg;?%and Trademark Assignment System..... 302.09 Applicant for United States Receiving Office.... 1805,
Patent and Trademark Copy Fulfillment Branch.... 103 1819 A 1820
104, 301, 501. 5020l 711.04. 1730 ZZEL Ba3|c.f_low.t|mellne..: ......................................... 1842
2932 2435 2803.02 Classification of subject matter........ 1844.01, 1879
Patent and Trademark Office (PTO or USPTO) Common representative...........cccvveveeeiiiveneennns 1807
AAAIESS......oooeeeeeeeeeeeeeeee e 501, 502 CONCEPLS, MAJOT..ovvviii 1801
BUSINESS NOUIS. ... 510 Country codes 1851
Employees, property interest in patent............... 309 Definitions........oocoiivvvnnenns 1802
Employees, unavailable to sign oath or declaration as Design patents 1501.01, 1503.01
INVENTOTS. ...t es et 409 Designated office............occooiii 1893.01(a)
Matters decided by various officials.................. 1000 Designation Of StAtES..uuviiieieeiiieeeeieee e 1821
PUBICAtIONS. ..., FEES ..ot 1827, 1893.01(c)
Attorneys and Agents Registered to Practice Before Filing date requirements.................. 502.05. 1810
the United States Patent and Trademark Office..... Foreign patent citation codes.............ccccveeennnns 1851
401 Forms
Development and Use of U.S. Patent Classification IB/307 .o 1893.03(e)
SYSEMS..cciiieiiiie e 903.02 IB/308 1893.01(a)(1)
Official Gazett_e of the United st_ates Patent and PCT/DO/EO/903...... 1893.01(a)(3). 1893.03(a).
Trademark Office (See also: _Official Gazette (O.G. 1893.03(b). 1893.03(e). 1893.03(g). 1895.01
) ) ) ) PCT/DO/EO/905.................. 905, 1893.01(a)(1),
Receipt and handling of mail................... 500 1893.01(d), 1893.01(e). 1893.03(h)
TEIEPNONE NUMDETS. .. .ovvvvessvvvrresen 1730 PCT/ISAI203 v 1843.04
WED SIte...oiiiiiiii e 1730 PCTNSAI206. ..o 1850
Patent Appeal Center.........ccoccveviieeiniieesiee e PCT/ISA/210............. 1843.04. 1844. 1844.01.
Patent Assistance Center (See also: __Inventors 1845.01 1845.02 1893.03(e)
Assistance Center) PCTASAI2LT ..o 1836, 1844.01
Patent attorney or agent (See also: Attorney or agent) PCT/SA/220. oo 1844. 1845.02
Pa_tent classification in USPC (See also: _Classification) PCT/ISA/237 ... 1843.04. 1844. 1845.01.
Prior Art) oo 900 1845.02
Classes..... 707.05(e). 902.01, 902.02. 903.02(b) PCT/APEA/AOL........ooooceceeeeeeeeseee 1864, 1865
Cross references........ccceeeeeeeenen. 903.07, 903.07(a) PCT/IPEA/AODS. ..o 1875. 1875.01
DIgESES. it it 903.07 PCT/IPEA/40S. ... ... 1860. 1874. 1876, 1878,
ISSUE SliP..cveviieiiici 903.07 1879
Manual of Classification for USPC............. . 902.01 PCT/IPEA/409. ..o 1871, 1874, 1878.
Post classifier (See also: Post _classifier) 1878.01(a), 1879, 1893.03(e)
Shoes.....cccoveiirienne. 901.05(c), 901.07, 905.04 PCT/IPEA/ALO......cooviiiiiiicieciee 1864.04
Statutory authority..........occceeeieiiiieeie, 903.01 PCT/IPEA/411
Subclasses.................. 707.05(e), 902.01, 902.02 PCT/IPEA/412
Patent Center.. 102, 103, 203.08, 707, 707.05(a), PCT/IPEA/416
707.08 PCT/IPEA/420
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Written opinion, time to reply to....... 1845.01, 1878
Patent Cooperation Treaty Administrative Instructions...

Appendix Al
105 Reproduced

204 Reproduced
205 Reproduced

Sec. No.

PCT/IPEA/A28.......ccceeiiiiiieii e 1878.02

PCT/RO/101............ 1801, 1812, 1821, 1828,

1844.01

PCT/RO/LLT ..o 1893.03(e)

PCT/RO/L36......eeeivieiiiiiieniieeieeniiens 1893.03(e)

PTO-1382.....ccciiiiiiiiiieniee e 1830, 1832

PTO-1390........ccccneu... 1893.01(a)(2). _1893.03(a)

USPTO/299.....cciiiiiiiiiieie e 1850

USPTO/499.....ccceiiiiiiieeeeiiieeen, 1875, 1875.01
Gazette.... 1801, 1821, 1823.01, 1857, 1879.02
HeIp DESK....ueeiieiiiieiee e 1730
Information SOUICES........cccoeeeeeiiiiiiiiiiiiieeeeeeees 1730
International Bureau...........c.ccccvevveeniiiiieennenen, 1801
International Patent Legal Administration.......... 103,
602.01(c)(3) 1730
International preliminary examination............... 1860
International preliminary examination report..... 1879
International preliminary report on patentability.........
1801, 1845, 1879.03, 1893.03(e)
International publication.............cccccoovcviiieeeinnns 1857

Prior art effect................... 2136.03, 2154.01(a)
International search report...........ccccoviiieneenn. 1844
International searching authority...................... 1840
Member CoUNtries........ccccvviiiiiieiecceec e 1817
National procedure..........cccoiiiiieiieiniiieeeee e 1893
National stage (See also: National stage application
(35 U.S.C. 371))
Numbering of sheets... 1812, 1893.03(a), 1895.01
Priority.......ccccoveene. 213, 1828, 1893.03(c), 1895

Restoration Of........cccccovvieiviiiiiiiciieees

Priority document...........ccccceeeiiiiiineecnns
Publication............coueiiiiii e
Receiving offiCe........cooiiiieiiiiiie e 1801
Receiving office procedure
Record copy transmittal...........cccccoocieeeieninnnnn.
Reply to invitation concerning lack of unity of
invention..................... 1850, 1875.02, _1893.03(d)
Reply to written opinion.............ccccecevveeeenn. 1878.02
Representation before the designated office...... 402
Revocation of agent..........ccocvveevcvieiiieeiiieeens 1808
Schedule of fees.........ocveviiiiiiicin 1827
Search report...........c...... 707.05, 1302.14, 1844
SECrecy Order.......cceevvviviieeeeeiiiieeeee s 120, 1832
Sequence listings.......... 1823.02, 1848, 2414.05,
2422.03(a)

Transmitted via EFS-Web..... 502.05, 2422.03(a)
SIgNAtUre MISSING....eviereeeiiiee e 1820
Unity of invention.... 823, 1850, 1875, 1893.03(d)
Written opinion, preparation................. 1845, 1878
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208 Reproduced..........ccccuvevrveeeniiiieiiie e 1823.02
209 Reproduced...........ccceeeviieeriiieiiiee e 1823
404 Reproduced.........occueeeeeiiiiiiiiieeieiieeee e 1857
502 Reproduced.........cccveeeiiiiieieesiiiiiiee e 1850
513 Reproduced...........ccceeeviereriiieiiiee e 1848
603 Reproduced ... 1875.02
604 Reproduced.........ccccveeeiiiiieieesiiiiiiee e 1879
605 Reproduced...........ccceveviieeriiieiiiee e 1872
606 Reproduced............coeeeiiiiieiieiiiiiiiea e 1880
607 Reproduced.........cccceeeeiiiiieieesiiiiiiee e 1876
Patent Cooperation Treaty Articles
3 Reproduced.........oooueieeieiiiiiiiieeeee e 1812
5 Reproduced.........coovvveveeiiiiiiiiee s 1823
6 Reproduced.........cccevvveviiiieiiiie e 1824
7 Reproduced........ooooueieeiiiiiiiiiiee e 1825
11 Reproduced..........cccovevrerennenn. 1810, 1893.03(b)
17 ReproducCed.........ccceeeeviiieeieeiiiiieee e 1843
18 Reproduced 1844
19 Reproduced 1853
21 Reproduced 1857
29 Reproduced..........cceeeeeeiiiiieieesiieeee e 1857
30 Reproduced..........ccveveeeiiiiiiiiee e 110
31 Reproduced.... 1864.02, 1864.03, 1865, 1869
32 Reproduced.........ccceeeeeeeiiiiieiieiiiieee e 1862
33 Reproduced............. 1878.01(a), 1878.01(a)(1),
1878.01(a)(3)
34 Reproduced....... 1862, 1864.01, 1874, 1875,
1878, 1878.02
35 Reproduced..........cceeeeeeiiiiieieeniiiiiee e 1879
36 Reproduced............ccceeviineennne 1879.02, 1879.03
37 Reproduced..........ccoveeeeeiiiiiiiiee e 1880
38 Reproduced...........cueveeeiiiiiiiiieeiiieeenn 1879.04
Patent Cooperation Treaty Rules
4.3 Reproduced..........ccooveveeeiiciiieee e, 1844.01
4.9 Reproduced.........cocouuveeeeiiiiiiiiiie e 1821
4.11 ReproduCed.........ccecvvvimnveeeiinieeinieeens 1828.02
4.12 Reproduced.........cccvveeeeiiiiiiiie e 1819
4.15 Reproduced..........ccuueeeeiiiiuiieiiaeiiiiiieee e 1820
5.1 ReproducCed...........cocuveeviirerinieiiiee e 1823
5.2 Reproduced..........cccceeeeiiiiiiieee i, 1823.02

6 Reproduced
7 Reproduced
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Patent Cooperation Treaty Rules — Patent Trial and Appeal Board (PTAB)

Sec. No.
90 bis.3 Reproduced...........ccceeeeiniiiieeeenniinnnn. 1859
90 bis.4 Reproduced...........ccceveeiiiiieieeeniinenn. 1880
90 bis.5 Reproduced...........cccceveeeiiiiiineesiinnnn. 1859
90 bis.6 Reproduced...........ccceevveeeiieeeniineenne. 1859
90 bis.7 Reproduced..........cccceeveeiiiiieineeniiinene. 1859
91 Reproduced.........cccuveveeeiiiiieieesiiiiie e 1836
92 Reproduced........ccceovveeeiiireniiie e 1834

Patent application publication (See also: _Pre-Grant
Publication (PG-Pub))

Patent Data Portal (PDP)............. 101, 102, 711.01,
711.03(c), 711.04(b), 1456, 1704, 1705, 1845.02,

1893, 1893.03(a), 1893.03(b), 1895.01, 2227,
2232.01 2235 2246, 2287
Application location..........cccccceevveeeiiieeinieee e 2235
Application records and reports............ccceeeeueee 1704
Application Status.........ccccoveeeeiiieeiiiiieeneee e, 102

Examiner Docket, Time, and Activity Reports... 1704,
1705

"Flag" in reissue application............cccccceeeeennee. 1456
Patent Prosecution Highway (PPH) program.................
708.02(c)

Patent search facility...........cccoceeeeiiiiiiee e 103
[ (01 | £ TN 510, 1730
Regulations for public US€..........cccccceveeiiiiieneenn. 510

Patent Law Treaty.......cccccvveeeeeeeeeieieisescciivinininnnns 702

Patent Law Treaties Implementation Act of 2012

[(od I 7 TR 702, 804.02

Patent term extension/adjustments (See also:

Term,Patent) ........ccceeueenee 1303, 2211, 2250, 2700

Patent Trial and Appeal Board (PTAB) (See also:
Appeal) Interference) .... 707.06, 707.07(f), 708.01,

708.02(a), 708.02(b), 710.02, 710.02(d), 710.02(e).

711.02(b), 711.02(c), 711.03(c), 711.04(a), 715.08,

715.09, 717.01(e), 717.01(f), 719.05, 1201, 1202,

2190, 2201, 2242, 2246, 2258, 2261, 2265,

Sec. No.
8 Reproduced...........cceeveeiiiiiieiiiiiieee e 1826
8.1 Reproduced.........cccoeviuvieeeeennnns 1826, 1844.01
8.2 Reproduced...........ccceevveveinnnenne 1826, 1844.01
11.5 Reproduced.........ccceevieeeiiiereiiiee e 1825
11.6 ReproducCed.........cooeuvveeeeeiiiiieneee e 1825
11.11 Reproduced.........cccuvvieeeeiiiiiireeeiiiieneeenn 1825
11.13 ReproducCed.........cccovueeeriieeiiiieeenieee e 1825
12 bis Reproduced..........ccccceeeiiiiieiieniiiiieennn. 1819
13 Reproduced........ccceeviviveieeeiiiiiee e 1850
13bis Reproduced.........ccoevceveiiieeinieeennnen. 1823.01
13terReproduced..........coocuveeeeeiiiiiiieeeeee 1823.02
17 Reproduced.........c.cceeiivieiniinieniiee e 213.06
33 Reproduced.........ceeevvivieenieeeiiiee e 1843.01
37 Reproduced..........cccceeeeiiiiiiiiiieiiieeeee 1844.01
38 Reproduced..........coevveiiieeeiiieeeiee e 1844.01
39 Reproduced.........coeeevvivieeniiieiiiee e 1843.02
40 Reproduced..........cccuueieeeiiiiiiiie e 1850
41 Reproduced..........cccvvvveeeiiiiiiiieeeeeiiiiee e 1852
43 bis Reproduced............ccccevvveernenn. 1843, 1845
46 Reproduced..........cccuueeeeeiiiiiiiee e 1853
54 Reproduced..........ccocovveiiieeeiiiiieiiieee e 1864.02
60 ReproducCed...........cocueeeviieeiiiiee e 1868
61.2 Reproduced.........ccccoeriiiieriiiiiieeee e 1881
61.3 Reproduced.........cccceeviiviieeeeiiiiieie e 1881
62 Reproduced..........cccoeeeviiiiieeee e 1871
62 bis Reproduced...........ccoeveeeiiiiiiieeiiiieee. 1871
64 Reproduced..........cccvevveeeiniieeninienne, 1878.01(a)
65 Reproduced..........ccovveveeeiiiinnnnnn. 1878.01(a)(2)
66.1 Reproduced..........cccceeviuiiiieeiiiiiieeeenne 1843.02
66.1 bis Reproduced............cccceviviiieeeiiiinnennn. 1878
66.1 ter Reproduced..........c.cccovvvvieeeeiiiiiieneen, /1878
66.3 Reproduced..........cccceeeiuiiiieieiiiiieeeene 1878.02
66.4 Reproduced..........ccceevivveeiiieeiiiee e 1878
66.4 bis Reproduced............ccccceevviviieeeenns 1878.02
66.5 Reproduced..........ccceovviiiieiiniiiieeeene 1878.02
66.6 Reproduced...........ccceovvveeiiiiieiiiieenne. 1878.02
66.7 Reproduced............ccoevvvieeeiiiiiiere e 1870
66.8 Reproduced............cccuuveee. 1864.01, 1878.02
69 Reproduced..........ccocvveirieeeiiiie e 1879.01
70.17 Reproduced...........coovvvvvveeeeiiiiieneen, 1879.03
71 Reproduced..........cceeeeeiiiiiiiieiiiiieeeeenne 1879.02
72 ReproducCed..........ccovvveiiieieiiiiieeiee e 1879.03
82 Reproduced..........ccceveeiiiiiiiiiec e 1834.02
90.4 Reproduced..........ccccovvuuvieriiiiiieee e /1807
90.5 Reproduced..........coeeviveeriiieiiieeenie e 1807
90.6 Reproduced...........cccevvivvieeeeiiiiiiie e 1808
90 bis.1 Reproduced............ccccevvviiieeeiniiiieenn. 1859
90 his.2 Reproduced..........ccceevmveeiiiiennineennne 1859

Index-69

2273to0 2279, 2282, 2284, 2285, 2286, 2286.01,

2287, 2301
Appeal from.......occoieiiiiiiiieeeee 1216 to 1216.02
In ex parte reexamination...............cccceeennn. 2279
Constitution and duties............ccccceeeiiiiieeeeenn, 1202
Decision
Dissemination Of............ccccoeeeiiiiiiiiciiniiinnns 1720
Generally......ccccoovvciiiie e 1213
Publication of............ccoooiiiiiiiieees 1213.03
Treatment Of ... 1721
Duty of disclosure to................... 2001.03, 2001.04
HEArNG. ..o i 1209
Interference
Declaration of.......cccccceovviiiieeciiiiiee e 2301
Return of Jurisdiction to Examiner............... 2308
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Patent Trial and Appeal Board (PTAB) — Period for reply

Sec. No.

Mathematical algorithms............ccccooviieieennnins 2106
Mere instructions...........cccccvvvvvvneeennns .. 2106.05(f)
Other meaningful limitations 2106.05(e)
Particular machine...........ccccceeeviivinnenen. 2106.05(a)
Particular transformation............cccc........ 2106.05(c)
PlantS......cueeieieiiiiieeeee e, 1601, 2105
Requirements of 35 U.S.C. 101.........cccccuvrnneee. 2014
Significantly more...........occociiiiiiie. 2106.05
Streamline analysis................ 2106.06 to  2106.06(b)
Well-understood, routine, conventional...... 2106.05(d)
Patented file...........ccooeeciciiieeeee e 901.01(a)
Patented file, ordering..........ccccvvveeviiiinnnnnn. 711.04(b)
“PatentIn” computer program (See also: _Sequence
FUIES) ittt 1730, 2430
Patents of addition, foreign............ccccccceeoee 901.05(b)
Payment Of feeS........ovviiiiiiiiiie e 509

Payor number (See also: Customer _numbers)
PCT (See also: _Patent Cooperation Treaty (PCT))
Pending application as prior art (See also: _Application

Sec. No.
Jurisdiction......... 706.01, 706.07(c), 1210, 2301,
2308
May require appellant to address matter.......... 1212
New ground of rejection by..........cccccocvvennne 1214.01
Petitions.........ccccceevevvevenee. 1002.02(g). _1002.02(j)
Rehearing by.......... 1002.02(f), 1214.01, 1214.03
Service Branch.........cccccoceeeeiiiiiiiiiiieee e 104
Statement of allowability by............cc.cceeee. 1213.01
Patentability (See also: __Reasons for Allowance)
REJECHION) . 2100
Patentability report..........cccooveveiiiieiiie e 705
APPEAL....eiiiiiie e 705.01(a)
COUNL. ..ttt 705.01(c)
Date statusS.........cooeevieiiiiiiiiiiiiiiiiiiieeee 705.01(c)
Dispute between examiners...................... 705.01(a)
Final action..........coccoeiiiiiiec e 705.01(a)
IMPIOPET...ceiiiiiiiiiee e 705.01(e)
INIGALE....ee e 705.01
INEIVIEWS....cvviieeee e 705.01(f), 713.01
Limitation as t0 USE.........ccccvvveeeeiiiiieneennns 705.01(e)
Practice used only in extraordinary situations..... 705
PUrPOSEe.. ..o 705.01(e)
Recording........coccoeveiiieeiniiienec e 705.01(c)
Restriction, Effect on........ccccoeeeviiiiiiiiiiiiiiieeeeeees 807
Search.....ccoccvvveveceeeciee, 705.01(a), _705.01(b)
Sequence of examination.................cc.ue.... 705.01(b)
Submitted to TC Director................... 705.01, 1003
Transfer of jurisdiction of application on appeal..........
705.01(a)
Patentability statement...........ccccoeviiieeieeninns 1302.14
Patentable novelty, pointed out...............c......... 714.04
Patentable subject matter............ 2104 to 2106.07(c)
Abstract idea...............
Clarifying the record .
COMPULET PrOgramsS. ......cccueveeiueeeeseeeeseeeesseeeeens
Disclosed but not claimed..............cooovvvvvvvvnnnnnnn.. 706
Eligibility.....ccoovviiiiiiiiiieee 2106 to _2106.07(c)
SEEP L 2106.03
SEEP 2 2106.04
Evaluating applicant's response............. 2106.07(b)
2106.07(c)
Field of use.......ccoeviiii 2106.05(h)
Formulating a rejection........... 2106.07, 2106.07(a)
Improvements to functioning of a computer................
2106.05(a)
Insignificant extra-solution activity........... 2106.05(qg)
Law Of NAtUre.......oceviiiiiiiieeiiee e 2106
Living subject matter..............cccceveeeenns 1601, 2105
Markedly different analysis...................... 2106.04(c)

Index-70

publication) ............ 901.03, 2120.01, 2132, 2133,

2136.01, 2146.03(a), 2152.02, 2154.01(d)

Pending application preserved in confidence........ 101

Pending applications as references (See also:

Application Publication) ..... 901.03, 2120.01, 2132,

2133, 2136, 2136.01, 2146.03(a), _2152.02,

2154.01(d)

Period for reply......ccocvveiiiiiieeiiee e 710
After Board decision..........ccccevcveevieeeiiinennne 1214.01
After final.......ooooi 706.07(f)

In transitional application...................... 706.07(q)
After interference.........ccccovceeeiiee e, 710.02(b)
Amendment after..........ccooeiiiiii 714.17
Claim copied from patent............cccccecveene 710.04(a)
Claims all allowed.... 707.07(a), 710.02(b), 714.14
Computed........cceceeerveiiiienieennnn 710.01(a), _710.05
Copying claim from patent does not extend statutory
01T [0 Lo U URPRRN 710.04(a)
Correction of citation.................. 707.05(9). _710.06
Date of receipt of amendment..... 710.01(a), 710.05
Defective Office action............... 707.05(g). _710.06
Difference between shortened statutory period and
tiMe Mt 710.02(d)
EXtENSION......cceevvieierieiene, 710.02(d), 710.02(e)
Extension of time to commence civil action................
1002.02(k)(1)

Extension of time to file notice of appeal at CAFC.....
1002.02(k)(1)
Full statutory period for reply........ccccoeeeeiiinnnen. 130



INDEX

Period for reply — Petition

Sec. No.

Holiday, Saturday, or Sunday expiration of time..........
505, 513, 710.05, 710.01(a)

Incomplete reply..... 710.02(c), 711.02(a), 714.03,

2266.01

Sec. No.
Accept omitted pages.........cccceeevriiieeeenn. 1002.02(p)
Access to application................... 103, _1002.02(b),
1002.02(p)
Access to interference agreement ... 1002.02(f)
Access to interference application............ 1002.02(f)
Add inventor in provisional application..... 1002.02(q)
Admit Model.......c.oovvveiiiiiiiece, 1002.02(c)
Attorney withdrawal........... 1002.02(b), _1002.02(p).
1002.02(q)
Biotechnology processes under pre-AlA 35 U.S.C.
L03(D) et 2147
Board involved................... 1002.02(f), _1002.02(q),
1002.02(j)

Certificate of Correction...... 1002.02(d), _1002.02(1)

Change in inventorship...... 1002.02(d), _1002.02(1),
1002.02(p), 1002.02(q), 1004, 1481.02

Change inventor’s name........ 602.01(c), 602.08(b)
Change in order of inventors names......... 602.01(c)

Color drawings or photographs..... 507, 1002.02(d),
1503.02

Less than six months................ 710.02, 710.02(b),
710.02(c) 710.02(d), 710.02(e)
Miscellaneous factors...........c.cccevvvviveeneennnee. 710.06
Petition.......eeeei e 1002
Pilot programs, SOMe..........ccoecvvveriinreeninne. 710.02(b)
Property rights under AEC and NASA Acts........ 150
Remailing.......cceveiiiiiiieieriee, 707.13, 710.06
RESLArtiNG....ccvvveeiiiie e 710.06
Saturday, Expiration of time............ 505, 710.01(a)
710.05
Secrecy order application...........cccccoeeeiieeeeniine 130
Shortened, Extension............ 710.02(d), _710.02(e)
Shortened statutory period........ 710.02, 710.02(b),
710.02(e)
Shortened statutory period, Distinguished from time
Mt 710.02(d)
Shortened statutory period, When used..... 710.02(b)
Statutory period...........cceeevieeeniiieniieeeniieens 710.01
How computed.........cccooviiieeieiiiiieeenn. 710.01(a)
Suggesting Claims.........ccccvvvveniieeeniieenns 710.02(c)
Sunday, Expiration of time.............. 505, 710.01(a)
710.05
Supplemental action............ccccceeeeiiiieeeeeninnes 710.06
Time computation....................... 710.01(a), _710.05
Time limit action..........cccevviiiiiiiininc e 710.02
Time limit action, When used.................... 710.02(c)
Two periods running................... 710.04, 710.04(a)
Withdrawal of attorney or agent during.......... 402.06
Periodicals.........c.ccooevvevieieireennenne. 901.06, 901.06(a)
Period of enforceability 2204, 2211, 2808
Permanent ink...........cccoeeviieniinines 608.01, 714.07
Perpetual motion.............. 608.03, _707.07(g). 2014,
2107.01
Persons who may cite prior art relating to an issued
PALENT. ... 2203
Pertinent prior art........cccccoovvvvieeeeiiiiieeee e, 904.02
Petition
Abandonment holding............... 711.02, 711.03(c),

711.03(d)., _1002.02(b), 1002.02(p), _1002.02(r)
Abandonment holding, examiner’s statement.............

711.03(d)

Abandonment holding for failure to provide timely

notice of foreign filing.........cccooooiiiiiis 1124
Accept color drawings or photographs.............. 507,
1002.02(d) 1503.02
Accepting late issue fee.........ccccceevvvieneenn. 711.03(c)

Index-71

Common ownership situation.. 2146.02, 2146.03(a)
Concurrent ex parte and inter partes prosecution.....
1002.02(g)
Converting a 111(a) application to a 371 application...
1002.02(p)
Converting a 371 application to 111(a) application.....
1002.02(p)
Converting a nonprovisional to provisional.................
1002.02(b), 1002.02(c). _1002.02(p). _1002.02(q)

Correct filing date............ 506.02, 513, 601.01(b),
1002.02(b)
Correction of inventorship......... 201.03, 1002.02(),
1002.02(p), _1002.02(g)., 1004, 1402, 1410.01,
1412.04 1412.05 1481.02
In ex parte reexamination....................... 2250.02
Counter terrorism inventions..... 708.02, 1002.02(s)
Decided by

Assigned Staff in the Office of Petitions, Office of
Patent Legal Administration and MPEP.................

1002.02(b)
Central Reexamination Unit............ 1002.02(c)(4)

Certificates of Correction Branch......... 1002.02(])
Deputy Comissioner who oversees Office of

PetitionS......coviiiiieiiie e 1002.02(b)
Deputy Director of the USPTO............ 1002.02(0)
Director  of International Patent  Legal
Administration...........ccccceveeeiiiieieeeenis 1002.02(p)

Director of Office of Data Management..................
1002.02(r)
Director of Office of Patent Application

Processing.......cccccveeeiiiiieieeeiiiiiieeeee 1002.02(g)
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Petition — Petition

Sec. No.
General Counsel.........ccoccceeeeeennnns 1002.02(k)(1)
General Law.........ccccoevvveiriieenninennn 1002.02(k)(2)
Office of Enrollment and Discipline..... 1002.02(m)
Patent Trial and Appeal Board............ 1002.02(f)
1002.02(g) 1002.02(j)
SOlICItOr .. 1002.02(k)(3)
Supervisory Patent Examiners............ 1002.02(d)
Technology Center Directors.............. 1002.02(c)
1002.02(c)(1) 1002.02(s)
Defer issuance.............. 502, 502.01, 1002.02(b),
1306.01
Delay, Late filing........cccccevrvieiiiieeiee e 1002
Delegation of Director’s authority................ 1001.01
1002.02
Denial.....cccuviiiiiieiieee e 1002.02
Denial of request for reexamination......... 1002.02(c)
Ex parte ............ 2240, 2246, 2247, 2247.01,
2248 2255 2265
Director's duti€S...........coovvvvvvviieiieeeeeeeeeeeieinn, ., 1002
DiSMISSEU.....c.uviiiieiiiiriciiceee e 1002.02
Dismissed without prejudice............cccccee..... 1002.02
Divisional reisSSue.........ccocvveviivieiiineenne. 1002.02(b)
Entry of amendment.............ccccceeeeiiinneen. 1002.02(d)
Entry of late paper for revival of ex parte
reexamination.............cccevevneenne. 1002.02(b), 2268

Expedited examination of design applications.... 501,
1002.02(c)(3)

Express abandonment after payment of issue fee......
1002.02(b)

Express abandonment to avoid pre-grant publication..

502, 1125 1135
Facsimile submission............cccceeeeveeeeennnns 502.01

Expunge papers from file... 1002.02(b), _1002.02(c),
1002.02(c)(4)
Expunge information................ 724.05, 1002.02(c),

1002.02(j)
Extension of time... 710.02(e), 714.17, 1002.02(q)

Application before Office of Patent Legal
AdMINISration...........cccevveeeevieeeniienne 1002.02(b)

Application before Office of Petition..... 1002.02(b)
Filing date..... 506.02, 513, 601.01(b)., 601.01(d),

601.01(f) 601.01(q) 1002.02(b)
Final rejection..........cccocvveveeviiivine e, 1002.02(c)
Foreign filing license................. 140, 1002.02(c)(1)
Facsimile submission.............ccccccceeeiinnnn. 502.01
INSPECHION. ..ot 103
Interference......ccocvveeeeveieieeiieeeeee, 1002.02(g)
Late domestic benefit claim........ 1002.02(b), 1402,
1481.03
Rev. 01.2024, November 2024
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Sec. No.
Late foreign priority claim........... 1002.02(b), 1402,
1417 1481.03

Maintenance fees, accept and record..... 1002.02(b),
2580

Maintenance fees, delayed payment/reinstatement.....

711.03(c), 1002.02(b), 2515, 2531, 2590
Make special (See also: Special application) ............
708.02 1002.02(s), 1504.30
Matter subject t0...........cccveveeennnns ~, 706.01, 1002
Merge reexaminations................. 1002.02(b), 2283
Merge reissue and ex parte reexamination...............
1002.02(b), 2285
Modification of secrecy order............ccccceeeennnnne 120
New matter..........ccceevvveennnn 608.04(c), _1002.02(c)
Nonsigning inventor................... 409.03, 409.03(d),
1002.02(b), 1002.02(p)
Objection by examiner...........cccccooeceeeen. 1002.02(c)
Patent term extension..... 1002.02(b), 2720, 2751
to 2754
Period for filing........cccoviieeiiiiii e 1002

Premature final rejection...... 706.07(c), 1002.02(c)
Preliminary amendment as part of original

diSCIOSUrE.......eviiieee e 608.04(b)
Procedure........cccoovuvieniiee e 1002.01
Public use proceedings............ccoueeeeeeiiiiieneannnnnns 720
Reconsideration of denied petition (ex parte
reexamination)..........ooccveereesiiiieneeeennns 2248, 2268
Rescission of secrecy order......... 120, 1002.02(c)(1)
Refused assignment............ccccooeiiiieeeennne 313, 317
Refusal to enter amendment................... 1002.02(c)

Refusal to issue Certificate of Correction...................

1002.02(c)

Registration to practice...........ccccceeeernnnns 1002.02(m)
Reinstate rejection after Board decision... 1002.02(c)
Reinstatement...........cccoooeveiiiiciiicnns 1002.02(m)
Relating to PCT international application and/or
national stage application........................ 1002.02(p)
Relating to reexamination or reissue...... 1002.02(b),
1002.02(c), 1002.02(c)(4)

Reopen prosecution after Board decision..................

1002.02(c)

Requirement for information.................... 1002.02(c)
Resetting period for reply..... 1002.02(c). 1002.02(t)
Restriction requirement holding................... 821.01,
1002.02(c)

Retroactive foreign filing license.............ccoceuee... 140
Return model.........coooceveiieiiniiiecce, 1002.02(c)
Revival.........cccoeee 711.03(c), 1002.02(b), 1124
Revive PCT application.............cccceeeenee 1002.02(p)
Rule 1.48 (inventorship).........ccccevvveevinvennnnee. 201.03



INDEX

Petition — Plant patent

Sec. No. Sec. No.
SECIecy Order.........o.vvevrireveeieiiienanns 1002.02(c)(1) Pharmaceutical subject matter
Sequence rules 1002.02(c) Safety review by FDA................. 2107.01, 2107.03
Special status.......... 708.02. 1002.02(s), 1504.30 UIIEY e 2107.01
Stay ex parte reexamination proceedings...... 2283 Photograph as drawing.......... 507, 608.02, 1503.02
2284 2285, 2286, 2286.01 Piecemeal prosecution............ccccooveeeiiveeenne 707.07(g)
Sufficiency of an affidavit......................... 1002.02(c) Plant Breeder's Rights.........cccoiiiiiiiiiiiiiineeee 1613
Supervisory authority of Director of the USPTO......... Plant Convention, UPOV...........cccccoecvieveeeiiinenen. 1612
1002.02(b), -1002.02(c) Plant PALENt..........coiveeeeeeeeeeeeeeeeeseeeee s 1600
Suspend action — public safety or defense................. ACHON. ... 1610
1002.02(c)(1) AAVEIISING....eeieiiieeeiie e 1610
SUSPEND TUIES...ooovooi -1002.02(b) AFfIdAVIL......oeiie e 1610
Time for filiNg.......ccoevviiiie e 1002 Agricultural Research Service (ARS).... 1608, 1609
Trademark refated. ... -1002.02(i) AllOWANCE......eviiiiiieiee e 1611
'(Is'z)agnzfzertfrom another application.............. £608.02(1). Application publication....................
4()_' 8 . Asexual reproduction.............cccceeeeeeees
Unintentional delay, withdraw abandonment............ =10 (] T TP PPRRPRPS
711.03(c), 1002.02(b),  1002.02(c)(3). 1306 .
Failure to provide timely notice of foreign filing....... ClaiM...ooo e
1124 Classification in USPC...........cccoooiiiiiinn,
Unintentionally delayed claim for benefit of a U.S. Color drawing.........coocuieiviiiiiiiiinae.
application............ 201.06(c), 211.04, 1002.02(b), Color identified...........cevveriiniiciice
1417 1481.03 2258.02 DECIAratioN.......cveveieeiieeisieisieete e 1604
Unintentionally delayed claim for foreign priority........ DefiNitioNS......cooiiiiie e 1601
214.02, 216, _1002.02(b), 1402, 1481.03, Department of Agriculture
2258.02 ) Deposit
Vacate . orpler granting request for  ex parte Duplicate papers....
reexamination...............vcveeeeieeeeeeeceeee e 2246 T
Walive rules...........oouvvveeeeieiieiiieeeeenn. 1002.02(b) Eleme.nts_of APPHCALON. ..o -
Waive time provisions in ex parte reexamination....... Examfnatlon ...................................................... 1608
2265 Examiner's amendment............oooeevvevvvvivneeennnn. 1610
Withdrawal from issue, after issue fee paid....... 502, Executive Order.........cccocveerviinieniieniccieene 1609
502.01 1002.02(b) 1308 Filing not permitted via EFS-Web
Withdrawal from issue, issue fee not paid.................. ISSUEB. ...ttt ettt
1002.02(c) 1308 Laudatory expressionsS..........eiveereeiveeneesneans
Withdrawal of a terminal disclaimer.................. 1490 Method claim improper........ccccoccceevieeesieeeeee
Withdrawal of abandonment.................... 1002.02(b) L@ i o TSR
Withdrawal of attorney...........cccccceeernnens 1002.02(s) PaITS. ...
In interference.........ccccooeeiiiiciiic e, 1002.02(i) Plant varieties excluded............c..c.ocooiiiiinninnn.
Withhold from issue, before issue fee paid................. Priority Claim.........ccoceeiiiiiiieeeee e
1002.02(b), -1002.02(c) Publication of application
Petition for Express Abandonment to Avoid Publication Report of Agricultural Research Service......... 1608,
Under 37 CFR 1.138(a) PTO/SB/24A 1609

Cited....ooiiii 1125 Rules applicable............coovveereeeeeeeseeereeen, 1602

Reproduced...........cocvinnininisinii 1135 SIGNALUIE. ..., 1603
Petition for Revival of an Application For Patent SPECIfiCAtioN..........covveveeereeeereeeeeeeae
Abandoned for Fe_\ilure to Notify'the Office of a Foreign SPECIMENS. ....eiiiiiieiiieiiee st 1607
or International Filing PTO/SB/64a Statutory basis...

CIE. i 1124

TOIM.

REPIOAUCEL...orsvsvvsvrvsvrsvs v 1135 TUDEBIS ...ttt

Petitionable matter.............ccccevieeiiiii e, 706.01 o

PG-Pub (See also: _Pre-Grant Publication (PG-Pub))

Index-73

UPOV Convention
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Plant patent series — Pre-Grant Publication (PG-Pub)

Sec. No. Sec. No.
Plant patent series...........cccocvveiiiiiieiiiiieeine 901.04 Withdrawal of attorney or agent........ 402.06. 1808
P.O. Box (See also: Mail stop) 2560
Post classifier.......ccooovivveeiiiiiieeeieeee e, 903.10, 906 Withdrawn in patent...........ccccooveeeeenne 2223, 2560
Post employment agreement of former Office Power to inspect........... 103, 104, 324, 325, 402,
EMPIOYEE....oiiiiiiiiiii e 1702 713.05
Post Grant Review Certificate 901.04 Power to inspect, approval.........c.cccccceeiiienns
Post Office, Depositing papers in...........ccccceeeeeneee 502 Power to inspect, suspended attorney

Post Office address (See also: _Correspondence) Mail

Stop)

Applicant.........oooeeiiiii e 409.03(e)
AOINEY ...ttt 601.02

Postal Service interruptions and emergencies...... 511

Postcard, self-addressed..... 203.08, 503, 601.01(d),
601.01(f), 608.01, 1204, 1901, 1901.05

Power of attorney...........cceeviiieeeii i 402

Acting in a representative capacity..... 402.04, 405
713.05

Application in interference.............cccceveveennee 402.08
Application oath or declaration includes........ 601.02
Application filed before 09/16/2012........... 402.02(b)
Application filed after 09/16/2012.............. 402.02(a)
Assignee appointS........ccccceeviiiiieeeeeiiieeeeee 402.07
ASSIgNee revVoKEeS.........coccvveriieeiiiee e 402.07
Associate attorney..........coovveeeviiiivieeeeeecvienn. 402.02

Attorney not of record.... . 402, 405, 714.01(c)
Change in plurality of applications or patents..... 402

COINVENTOT. ..o 403
Customer Number....................... 402, 403, 1807
Death of applicant..............ccc....... 409 to _409.01(b)
Death of principal attorney...........ccccccoovcvveveeenns 406

Design patent practitioner....... 402, 403, 1502.02,
2911

Exception as to registration............ 402.01, 402.09
General, for international application.. 402.09, 1807
General requirement...........cccoccvveeeerennnne. 402.02(b)
INEFfECHIVE....uvveee e 402
Joint applicant..........cccceeeeiiiiiiiiic s 402.01
Limited recognition.........c.cccoceveeeeeiiiiineenennne 402.01
Naming representative...........ccccevveveiiieeenieeenne 402

Notice of revocation
Post Office address

Provisional application............ccccceevviiinnieeennnen. 103
Registered practitioner...........cccvveveeiiiiveeee e 402
Revocation........ 402.05, 402.07, 402.08, 402.10

After Allowance............ccoeeveeiinnnnn. 2501, 2560
Secrecy order applications...........cccccvveveeeiiinnnnn. 120
Signature requirement...........cccceeevvieeeennnnnns 402.03
Unregistered attorney or agent............ 402, 402.01

Rev. 01.2024, November 2024
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Practitioner (See also: Attorney or _agent)

Practitioner’'s names on patents............ccccceenee. 1309
Pre-Grant Publication (PG-Pub)........... 1120to 1135
Amendments prior to publication...................... 1121
Appendices not published............cccccocoeeiiinnne 1121
Application in a foreign language................... 608.01
Assignee information published........................ 1121
Certification as to intent to file counterpart
apPlicationS.........ccveveiiiieie e 1122
Claim sets, multiple.............ccooceiiiiinienee, 1121
Computer Programs.........c.eeeeeeeerrreeeeesnneneeeeenns 1121
COoNeNt.....ooviiiiiiiic s 1120, 1121

Conversion to provisional to avoid publication............

601.01(c)

Complete application required..............cccveee..... 1120
Copies of published application files................. 1128
Correction of errors in the PG-Pub................... 1130

Correspondence regarding published application......
1134

Disparaging remarks not published.................. 1120
Drawings.......cceeeeeeeeeeeeeeniiieneaenn 507, 1120, 1121
Early publication...........cccccceieiiiiieni e 1129
Express abandonment to avoid publication....... 502,
1125 1135

Facsimile submission............cccccveevniieeen. 502.01
Fee, publication............. 1126, 1133, 1303, 1306
FOMMS. ..o 1135
Inappropriate nonpublication request............... 1122
Material mistake by the Office..........cccccoeunee.. 1130
Nonpublication request............cccccveveeeiiiiveeeennn. 1122
Notice of foreign filing...........ccccoeviiiieiiinnenn. 1124
Notice of Publication................cuvvvveeeiieeeeeeieennnn, 1127
Notice of New or Revised Publication............... 1127
Offensive language not published..................... 1120

Public access to published application... 103, 1128,
1132

Publication date, projected................... 1120, 1122
Publication fee............ccccoeunnee.

RCEs not published............cccccoviiiiiiiiniieene. 1120
Redacted publication.........
Refund of publication fee




INDEX

Pre-Grant Publication (PG-Pub) — Prior art and Section 301 submissions (37 CFR 1.501)

Sec. No. Sec. No.
Replacement drawings prior to publication........ 507, Printing practitioners names on patents.............. 1309
1120 1121 Printing Priority..........oeveeiiiiiiiieeiieee e 1309
Republication...........ccoociiiiinii e 1130 Prior art (See also: _Reference) ........cccccevvvveeeeennne 900
Request for early publication 1129 AdMISSIONS AS....vvvveeiiiiiiieeeiiiiieennn 2120.02, 2129
Request for nonpublication..............cccceecveenee. 1122 ANalogouS......ccvveviiieeiiiee e 2141.01(a), 2143
Request for redacted publication...................... 1132 Disqualification under pre-AlA 35 U.S.C. 103(c).........
Rescission of nonpublication request.... 1123, 1124 2136.01, 2141.01, 2146, 2146.01, 2146.02,
Residence changed............ccccceviiveviieeninennn. 719.02 2146.03 -2146.03(a)
Sequences published on Internet.................... 1121 Duty of disclosure of............ccccovvviiiiiiinnnnn. 2001.04
Status information of published application...... 1128 Effects of international application publication.. 1857
. e . 1895.01
Substitute specification required....................... 1120 ]
Tables, 1arge.......vvvvvveeeeereeee. 608.05, 608.05(h) EQUIVAIBNLS....vvssvrssvrsvnscrons 2144.06. 2183
Third party iNQUINES........ccccvivveeiiiiiiee e 1134 E.Iectronlc Information Disclosure Statemen.t.. £09.07
Voluntary publication...........cccccceeviiiiiien e 1133 Filed on Saturday Sunday or a Federal holiday..........
] U 609.04(b)
Whgn publl.she_d ................................................ 1120 Foreign application as................. 2135.01. 2152.02
Which applications............ccecieiiiii e 1120 Information reasonably necessary for finding.............
Preamble, design application 1503.01 704.11
Preamble, effect of.......ccooovveiiiiiiiiiiee e, 2111.02 International application publication............. 2136 to
Preamble, Jepson claim...........ccocceviiiiiiinennnnns 2129 2136.05, 2136.05(a), 2139.02, 2152.05,
Predicted tests in specification..................... 608.01(p) 2154.01(a). 2154.01(b)
Preliminary amendment..................c..cc....... 714.01(e) KiNnd COAES......uiiieeieeieeeeeeee e, 901.04(a)
Entry denied........cccoovvveeeeeeeeeeeeeeeeenas 714.01(e) Level of ordinary sKill............c.cocoiinnnnnn. 2141.03
Excess claims.................. 506, 714.01(e). 714.10 Patents as.... 2120.01, 2126, 2132, 2133, 2136,
New matter..........cccovvevueieenns 608.04(b), 714.01(e) 2141 2152, 2154 2158
Non-compliant amendment, treatment of........... 714 Publications under 35 U.S.C. 122(b)........... 1895.01
Preliminary handling of public use or on sale.. 2133.03 2136. 2136.03, 2152.02(b), 215401
to 2133.03(e)(7). 2152.02(c). 2152.02(d) Scope and content of.................. 2126.02, 2141.01
Premature final rejection..............c.cccoceuen... 706.07(c) Means iMitations...........oocoiviinninns: 2182
Presentation Patents..............ccoeeveveveeevevereeenenanas 1730 Search (See also:_Search) ..., 900
Primary examiner...... 705.01(a), 706.04, 706.07(c), Statutory Invention Registrations as... 901.02, 2136
706.07(d), 707.01, 707.09, 710.02(b), 710.02(e), Suitability Of.......cooviiiiriii e 2144.07
711.03(a), 713.01, 713.02, 713.10, 714.16, Third party submissions..................... 609, 1134.01
714.16(d). 714.19, 715.08, 716, 717. 2236. 2248, Used in deciding request for reexamination...... 2242
@% o 2271 ) 227101 Well-known in the art.........ccccooeeiiiiinneenn. 2144.03
e e Pror  an copes i reoamnaion
Name on file wrapper........cccccovviereenininenn. 1302.13 ,EX part.e """""""""""""""""""""""""""""""""""" 2218
Print of drawing (See also: Drawings) ............. 608.02 E::g: Z: gfzrzzv?;gtesmr """"""" 11%;%22 190211'(2)2
A (ot 852 ot ana St 301 s 1 e o
COlOred....c.eevieiiiieiie e 608.02 E)Z:zirt';ené """"""""""""""""""""""""""""""""""""" %
Examiner’'s notation on.............c...ccceeeeeeieenns 608.02 o cmmmmmmmmmmmmmmmmm———— =
Kept in Technology Center............c.cceeenee. 608.02(c) Coplles of prior ért """"""""""""""""""""""" 2205
Marked-up.......... 608.02(b). 608.02(p). 608.02(t). English t.ranslat|0n§ ...................................... 2205
608.02(v) Explanation of pertinence 2205
MAIKING. v eeeeeeee e 608.02 Filing and handling.................ccooooovvvvvenn 2206
Returned drawing.........ccccceeeecvvveeeeenienennn. 608.02(y) Sample 1BHEr......ooovvvviiii 2205
Printed matter 2103, 2111.05. 2112.01 Service on patent OWNer..........ccccooecvvveeeeeenns 2208
Printer waiting 708.01, 1305. 1309.02 Time for filing......ccooovveiiie e 2204
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Prior art and Section 301 submissions (37 CFR 1.501) — Prosecution reopened after court decision

Sec. No.

INtEr PAMES ..ovveiiieeieiiieeeee e
Prior art statement
Provisional application...........cccccceviiiinniecennnen. 609
Reissue application...... 1406, 1410, 1418, 1455
Prior art, statement applying (reexamination)..... 2217
Prior art used in determining reexamination request

EX PArte ....ooooviiii 2244
Prior examiner’s action....... 704.01, 706.04, 713.01
Prioritized examination

in new application (Track I) 708.02(b)

iN RCE (PE-RCE).......ccooeiiiiiiiiiieiieniens 708.02(b)
Priority

Claiming in ex parte reexamination............ 2258.02

Claiming in reissue application............ 1402, 1405

1410 1417

Entitlement t0........cceeveiiiiiiiiieee e, 216

Foreign application (See also: _Foreign application)
..................................................... 210, 213to 217

Corrected by Certificate of Correction......... 1481
1481.03
Design applications................ 1504.02, 1504.10
Ex parte reexamination...........cc.cccceenee. 2258.02
Incorporation by reference.......... 217, 608.01(p)
Proper identification............cccoceveviieeinineen. 214.04
Formal requirements................... 210, 213to 216
Incorporation by reference to earlier application.........
201.06(c). 217, _608.01(p)
International application.............. 1828, 1893.03(c)
Corrected by Certificate of Correction.......... 1481
Inventor’s certificate...........cccoceeeiiiiiiieeenniinns 213.05
Patent printing.........ccoovveiriie e 1302.09
Time charts.......cccovvvieiiii e 2138.01
Time for filing.......cccoo v, 211.03, 214.01
Priority document (See also: _Foreign application)
Priority Express Mail deposit............cccccovcvviveeeenns 513
Priority Mail Express procedure in ex parte
reeXamination.........ccueeeeeeiiiieiee e 2224

Priority Mail Express service....... 502, 506.02, 511,
513, 711.03(c), 1216.01, 2510

Priority practice (See also: _ Foreign application)

Private use (See also: _Public use) .......... 2133.03(a),
2152.02(c)
Pro Bono Program..........cccccvveeeiinireeeennncnneeneene 1201
Proceedings, Termination of............c.ccce... 711.02(c)
Process of making and product made........... 806.05(f)
Processing fee......cccoovevviveneennnne. 601.01, 601.01(c)
Processing of reexamination in Technology Center
EX PaArte ....ooooiiiie e 2233

Product and process of using.. 806.05(h), 2173.05(p)
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Sec. No.
Product by process..........ccccceeueeenne 2113, 2173.05(p)
Product of human ingenuity...........ccccceeviiieeennn. 2105

Product of nature.... 2104, 2105, 2106, 2106.04(b).
2106.04(c)

Programs, Computer (See also: _Computer programs

or software)
Prolix claim.......cccocevvuvvvvieieiiiieeeeeeeeeeeeeeeen 2173.05(m)
Proof, burden of......... 2112, 2112.01, 2113, 2131,

2141, 2142, 2150, 2163.04, 2164.04, 2182, 2183,
2184

Proof of authority of administrator or executor...............

409.01(b)

Proof of foreign filing..........ccccovveieiiieniniieen. 214.04
Proof of irreparable damage............ccccc....... 409.03(g)
Proof of ownership, reissue application.......... 1410.02
Proof of unavailability or refusal to sign........ 409.03(d)
Proper multiple dependent claim.................. 608.01(n)
Property rights statement 150

CoNtents Of.....oooviiiiieiii i 151
Property rights under AEC and NASA Acts.......... 115,
150, 151
Prophetic examples in the specification...... 608.01(p),
2004, 2164.02
Proprietary interest, Proof of.......... 409.03(f), 409.05
Proprietary materials (See also: _ Protective order

material) Trade secret material)
Pro se applicant (See also: _Applicant) _Inventor)
Appeal brief.........ccooiiiie
Certificate of mailing..........cccooeiiiiiii e 512
Change of address............

Duty of disclosure..........ccoocieiiiiiiiiiieeenes
Examination of application
Examiner's action..........ccccovvveinieeeniiee e

INEEIVIEW. ..ceiiiiiiiee e

Legal representation..........cccevvveeerieeenineesninennn

Telephone restriction practice............c........... 812.01
Prosecution

Closed, application allowable except for formal

Matters........coeveervnenn. 707.07()), _710.02(b), 714.14

Closed, secrecy order Cases........cccccoevvveveeeennns 130
Prosecution after appeal..........cccccooiiieiiennnis 1207.04

Piecemeal........cccoceiiiiiiiiiee e 707.07(q)

Reopening after allowance...............c....c.... 1308.01

Reopening after Board decision.................. 1214.07
Prosecution laches...........cccoccvieeiiiiiiieene e, 2190
Prosecution of Secrecy Order application............. 130

Prosecution reopened after court decision..... 1216.01



INDEX

Protective order material — Public use

Sec. No.

Protective order material (See also: _Trade secret

Material) ......cccoovveeeiiiieinie e 724 to 724.06
SUbMISSION......eiiiiiiii 724.02
PrOteSt.. ..t _1900
Access by protestor.................... 1901.07
Acknowledgment of protest ... 1901.05
Certificate of service..........ccccovieiiiiiiinnnen. 1901.03
Comments of applicant...........cccccoovveeeiinnnene 1901.06
COMPIELE...cceiiiieiiiie e 1901.03
Copies of documents...........cocccveveeeeiiinnenn. 1901.03

Express consent of applicant required. 1134, 1901
1901.04 1901.06

Filed in reissue where patent is in interference..........

Sec. No.

Effective filing date... 601.01(b), 2139.01, 2152.01
EFS-Web filing of.....ccoveeiiiis 502.05

English language translation for benefit of date..........
211.01

FiliNg reCeIPt...ccccvieiiiie e 503
Guidelines for drafting............ccooiiiiiniiieee 601
Information disclosure statement........................ 609
JOINt INVENTOrS IN....vveieiiiiciiccee e 602.01
Last day of pendency..........cccoooieeeiiiiiiiennenn. 201.04
Micro entity Status...........cceverivieeriieennieee e, 509.04
Ordering of abandoned..............cccceeveennee 901.01(a)

Request to convert to nonprovisional..... 1002.02(b),
1002.02(q)

ReVIiVal........cccviieiiie e 711.03(c)
Small entity Status........cccceevveeeiieeiiiieniieennn 509.03
Specification.........ccoeveiiiiie e 601.01
PTO employee restrictions, assignment................ 309
Public access to ex parte reexamination file....... 2232
Public domain (See also: _Public use) _On sale)
Disclaimer) ........cccc...... 2121.03, 2124.01, 2133.03,
2133.03(a). 2145
Dedication to public..........cccccovvriiiennnen. 715, 1490
Public inspection, Application file.............. 2103, 1128
Ex parte reexamination..................c....... 103, 2232
Redacted application publication............ 103, 1132
ReISSUE......ccviiiiiiiiic e 103, 1430, 1470
Public inspection of assignments......... 301.01, 1730
Public Law (See also: Statutes)
Public policy.........ccovvveeiiinnnnn. 2104, 2141.01, 2162
Public Records Division.......... 103, 104, 301, 501,

502.01, 711.04, 1128, 1730, 2209, 2232, 2435,
2803.02

1449 1901.06
Handling........cooeiiiiiie e 1901.06
Improper protest.........ccccceeevrvnenenn. 1134, 1901.03
Information which can be relied on.............. 1901.02
Involving fraud, lack of good faith or candor, or violation
of duty of disclosure........ 1901.02, 1901.06, 2013
Multiple papers on same issue................ 1901.07(a)
Reissue application. 1404, 1430, 1441, 1441.01,
1449 1457 1901.04
Reissue litigation............ccccc....... 1901.03, 1901.04
Requirement for information........................ 1901.06
Review of adverse decision.............cccceevuveenee. 1906
Service on patentee or applicant................. 1901.03
TC Director’s attention required..............c......... 1003
Timeliness of protest...........ccccvvveeevvivnenennn. 1901.04
Trade secret information.................... 724, 1901.02
Treatment Of ..o 1901.06
Unauthorized participation by patent owner..... 1907
Under Rule 1.291.........ocoiiiiiiiiiieee e 1901
Who can file.......cccooviiiieiiiiiie e 1901.01
Protestor participation..............ccceccvvveeeiinnnnn. 1901.07
Provisional application............cccocceiieiiiiiennnnn. 201.04
Abandonment.......... 201.04, 211.01(a), _711.03(c)
AACCESS...ovuiiiiiieeeeiee e 103, 104
AsSIgNMENt Of ....cooiiiiiiiiii e 302.03

Assignment of application claiming benefits of...........
306.01

Benefit Of......cccoocvviiiciieciee, 201.04, 211.01(a)

Error in, as reissue grounds.............cccceeeenee 1402
Completeness........cocceveviveeenieeenane 506, 601.01(b)
Conversion t0........ccccecvveeeveennane. 201.04, 601.01(c)
Correction of inventorship...........ccccccoviueee.n. 201.03
Cover sheet for.........cooeeviiiiiiiicccreeees 201.04
Data, on file wrapper/history of.......... 202, 1302.09
Data, in specification of..........cccccoeciiieernnnns 1302.04
DrawWing....cccoovieiiieeiiie e 608.02

Index-77

Public right to inspect files..........ccccceene. 103, 1128

In ex parte reexamination..................... 103, 2232
Public sale (See also: On sale) Public use) .. 2133.03
to 2133.03(e)(7), 2152.02(d)
Public search facility (See also: _Patent search facility)
Public searchers..........cccoceiiiieeiiiiee e, 101

Public use (See also: On sale) .... 2120.02, 2133.03,

2133.03(a), 2139.02 2152.02(d)
Affidavit or declaration...............ccccceeeeeninnnn. 715.10
Anticipation............c..ceeeue... 2133.03(a), 2152.02(c)
Commercial exploitation. 2133.03(e)(1), 2152.02(c)
Commercial use................. 2133.03(a), 2152.02(c)

Completion of the invention.... 2133.03, 2133.03(c),
2133.03(e)(1), 2133.03(e)(3)
Definition of..........ccceeveenee. 2133.03(a), _2152.02(c)

Evidence.... 2120.02, 2132, 2133.03, 2133.03(a)
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Public use — Reasons for allowance

Sec. No.

Experimental use (See also: _Experimental use) .......

2133.03 2133.03(e)
In this country............. 2132, 2133.03(d), 2139.02
Intent to experiment... 2133.03(e)(2), 2133.03(e)(3)
INVENLION. .....eiiiiiiic e 2133.03(c)
Policy considerations...........cccccooiiieeeeeniinee 2133.03
Public knowledge or on display............... 2133.03(a)
SECIECY . ..utiiiieeiiiiet et 2133.03(a)
SiNgle USe....ooiiie 2133.03(a)
Control over invention.............c.ccec.... 2133.03(a)
2133.03(e)(5) 2133.03(e)(7)
Testing by third party.. 2133.03(e)(5), 2133.03(e)(7)
Use with expectation of privacy............... 2133.03(a)
Use by inventor or associates................. 2133.03(a)
Use by independent third parties............ 2133.03(a)
Public use proceedings..........cccccveeiiiiieieeeeiiiieenn. 720

Publication, Defensive....... 711.06, 711.06(a), 1111
Publication of Statutory Invention Registration..... 1111

Publication date.........ccccveeveieiiiiiiiie, 2120.01
Publication fee................. 1126, 1133, 1303, 1306
Publication of abstracts................. 711.06, 711.06(a)
Publication
Board decCisions.........ccccvvviiiriiieieiereeeeeeeeennn 1213.03
Citing..cvvveeeeeiiiieeeen, 707.05(e), 901.06, 2120.01
Date Of e 2120.01
NOLICES..uvveieiiieeeieee e, ~, 707.06, 1703
Official Gazette(O.G.)...ccvvveeiiiiieieeeiiiiieee e, 1703
(@] (0 =1 £ ~, 707.06, 1703
Own, as reference... 715.01(c), 2132.01, 2139.02,
2152.02(f), 2152.05, 2153.01(a), 2154.02

Pre-Grant (See also: Pre-Grant Publication (PG-Pub))
Prior art effect of international.... 2120.01, 2136.03,
2154.01(a)

Rules changes.........ccccceeviiiiiene e 1703
Under 35 U.S.C. 122(b) as references............. 2136
2136.03 2154.01
VOIUNEAIY ... 1133

Publishing Division (See also: _ Office of Patent

Publications  (Office of Data Management))
Pulling abandonments............cccccoviivieeeenns 711.04(a)
Q
Quality Assurance............. 1302.04, 1308.03, 1720
IN reexamination.............ccceeeeeeeeeeeeeeeeeeiiee e, 2289
Rev. 01.2024, November 2024
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Sec. No.

Quality Assurance Specialist (QAS).............. 1412.01,
1415.01, 1442.02, 1442.03, 1443, 1448, 1449,
1449.01, 1451, 1455, 1456, 1490, 2212.01, 2233,
2270, 2281, 2285, 2286, 2287, 2289, 2294,
2295

Quality control program.........ccccceeevieeeerieeenns 1308.03
Quayle practice........cccovevverreennen. 710.02(b), 714.14
Action recording........ccceveeeveiiiiereeeiiieeee e 1705
After final rejection..........cccoceeeiieiiiiieenne 706.07(f)
Allowance action......... 707.05(a), 714.14, 714.15
Claims later added..........ccccoeeviiiiiiieeeniieens 714.20
Copies of references........cccccccevvveeeiiinenne 707.05(a)
Design application...........ccccoeiiiieiieiiiiiiieeeee 1504
Examiner's amendment used instead of.... 608.01(b)
Formal matters corrected............ 706.07(f), 812.01
Information disclosure statement.................. 609.01,
609.04(b)
Primary examiner signature required............... 1005
Reexamination, ex parte ........... 2250.01, 2266.01
REISSUE. ...t 1444
Shortened statutory period....... 710.02(b), 2250.01
Query Printer Rush.........cccccocovviienee e 1309.02
R
Ranges
ANticipation of........cccocvveviiiiiec e 2131.03
ObVIouSNESS Of......covviriiiiiiecc 2144.05
Ratification of papers filed
Death of attorney.........ccccoeevvveiiiiiiiiiee e, 406
Death of inventor.................... 409.01(a), 409.01(b)
Signature improper or lacking................... 714.01(a)
Real party in interest...........cccceevveeene 1205, 1207.02
In ex parte reexamination..............cccceeeeeveunnnn. 2202
Read-only optical disc submissions................. 608.05

708.02(a), 714.13, 2413.03, 2414.02, 2414.03,
2421.01, 2422.03, 2422.03(a), 2422.04, 2422.06,

2424, 2425 2426
Amendments to................ 608.05, 2414.03, 2426
Computer programs....... 608.05, 608.05(a), 2425
ReqUIremMents. .......cooouveeiiiiiiiiiiieeeecee s 608.05
Sequence Listings................ 215.02(b), _708.02(a),

2413.03, 2413.04, 2414.02, 2414.03, 2422.03,
2424.01

Tables..... 608.05, 608.05(b), _708.02(a), 2424.01
Reasons for allowance...........ccccoeeeeeeeeeevennnne. 1302.14




INDEX

Reasons for allowance — Reexamination, Ex parte

Sec. No.
Amendments after final rejection................... 714.13
Appeal reCord.........coooiuieiieeiiiiieee e 1213
Applicant’'s comments oN...........cccoeveveeernen. 1302.14
Claim Narrowing.........ccceevveeerieeeiiieeesieeens 1302.14
Comments on, ex parte reexamination............ 2287
Estoppel effect........ccovvieiiiiiiiiii e, 1302.14
Failure of applicant to comment on.............. 1302.14
Patent Cooperation Treaty application......... 1845.01

Presumption of acquiescence by applicant.. 1302.14
Reexamination

EX parte ... 2262, 2287
Recapture
Claimed subject matter............... 1412.02, 2146.01
Matter in reiSSUe.........uveeeeeiiiiiiee e 1412.02
Of patent rights
Disclaimed by filing a disclaimer.................. 1490
Waived when SIR published......................... 1111
Receipt of mail and papers.........ccccvcvveriieeiniiens 500
Depositing correspondence..........cccccveeerveeennnee. 502
Entry of amendments..........ccccooceiieniiinenn. 714.18
FiliNg reCeipt....ccocviiiiiieiicee e 503
Office date Stamp.....ccccccceeriieriiiieeiiiee e, 505
Period for reply.......cccccoeeiiiiiiiieee 710.01(a)
Receiving Office PCT procedure.............ccueeennn. 1801
International Bureau...........c.ccceevviericiveennennn, 1805
Reciprocal security agreements...........cccccceeeeneeee. 120
Reclassification
Patents.........ccccvvveiiiiiiiii e 905.01(a)(3)
Reconsideration in ex parte reexamination........ 2269
Reconsideration of abandonment.. 711.03, 711.03(c)
Based on insufficient reply.........ccccocveeeenn. 711.03(a)
Based on failure to reply within period...... 711.03(b)
Record of interview............ccccccveeennne 713.01, 713.04
Record system for reexamination
EX PArte ..o 2235
Recording assignment 301, 302, 317
Recording change of business name.................... 314
Recording government interests............. 302, 302.07
Recording of joint research agreement... 302, 302.07
Recording license agreement................. 302.07, 313
Recording of other documents................. 313to 317
Recording security interest...........c.cccevvveeenveeennne 313
Redacted publication of an application.. 502.05, 1132
Reduction to practice.................. 715.07, 2133.03(c),
2133.03(e)(3), 2138.01, 2138.05, 2163
Reexamination, EX parte ........cccccoceveeviiiieennnnnne 2200
Access to file........... 103, 724.04(c), 2209, 2232
Action following Board decision....................... 2278

Index-79

Sec. No.

Address of patent OWner............ccccoveuvveeeeennine 2222
Admissions
Affidavits........... 2205, 2216, 2217, 2258, 2265
After final practice.........ccccovvveivieeiiiie e 2272
Amendment........cccocee.ee. 714, 2234, 2250, 2295

ADSLIaCt.........oovvviieiee e, 2287

After final rejection..........ccccoovveevieeniineenne 2272

EXaMINEr'S......oiiiiiiiiee e 2287

Filed with request...........ccoocvvieeiiiiiiiinee s 2221

Improper

In a merged reissue/ ex parte reexamination.........

2285

Prior reexamination certificate issued......... 2250,

2295

Provisions of Rule 1.312 do not apply.......... 2287

Reissue patent issued...........cccceeviiiieeeeninns 2250
Ancillary iSSUES........ccoocvveviiiiiieeeien, 2217, 2258
APPEAL....eeiiiiii 2273
Appeal brief....... 2274
Appeals to courts................. 1216, 1216.01, 2279
Application data sheet......... 2214, 2258.02, 2266
Application file location.............ccccoiieriiiinnn.n. 2235
ASSIGNMENT.....oiiiiiiiiiicee e 301

To an examiner......... 2236, 2248, 2255, 2285
Attorney or agent.........ceeeveveeeeeeeennnnnnnn. 2213, 2222

Name on certificate........ccceeeeveeeeiiiiiivivennnnnnn. 2287
Basic characteristics
Certificate Of.......cccceeeviiiiiieiiiieeeee

Reissue patent as..........ccccceeeevreneen. 2290, 2294
Certificate attached to patent copy................... 2292
Certificate distribution
Certificate format.............ooovvvvevviiiiiieeeeeeeeeeeein, 2290
Certificate of mailing or transmission................ 2224
Certificate of prior reexamination in later request.......
2214, 2219
Certificate of SErviCe.......ccooveeeviiiiiiiiiiiiieeennn. 2220
Certified COPY......coovvuviieeeiiiiiii e 2232
Citation of prior art...........cccceeeeiiiiiieneeniniiieenn. 2202

After first office action...........cccceeeeeeieeiiiniinnn, 2271
Claim for Official Gazette ..........c.cccoovvevcvinieens 2287
Claim, multiple dependent, preparation for
PUBNISNING....eeiiiiiii e 2287
Claim nUMDBErNG.....ccccvviiieeieeee e 2250
Claims considered...........ccccooevevirnnennn. 2243, 2258
Claims invalid/unenforceable................cccco... 2286
Claims presented for interference..... 2284, 2304.02
Clerical handling.........cccccveeiviiiiiiee e 2270
Collateral eStoppel.......ccueveeeeiiiiiieiieiiiiiieeee s 2259
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Reexamination, Ex parte — Reexamination, Ex parte

Sec. No.

Comments on “Statement of Reasons for Patentability

Sec. No.
Final action...........cccceueenee.. 706.07(a), 2265, 2271
Flowchart..........ooiiiiii e 2201
Following supplemental examination............... 2201,
2818.01
Foreign priority........cccccevevveiviee i 2258.02
FOIMS. s 2296
Granted........cccevvieeiniiiiiieee e 2246, 2247.01
Grounds of rejection.........ccocceeeveiiviieeeiieene 2217
Identity of requester..........cooceiiiiiii e 2212
Inappropriate Papers........cccveeereeeerieeeinieennies 2267
Return of papers 2267
Incomplete request............ 2227
Informal submission 2266.02
Initial ProcesSINg.......ccovvvveriieeiiiieeiiee e 2226

Inquiries from persons other than the Patent Owner...
2212.01

and/or Confirmation”..........ccccoecvveeieiiiiiieeeeens 2287
CONCIUSION. ...eiiiiiiiiiiee e 2287
Concurrent proceedings.................... 2282 to 2286
Conduct of proceedings...........ccceevvveerieeeennneen. 2254
Consideration of responses..... 2252, 2253, 2271,
2272
Consolidated proceedings...........cccvveveeeiiennnnn. 2283
Constructive notice to patent owner................. 2230
Content of request..........cccoeiiiiiiieiiiiee e 2214
Copending proceedings..................... 2283to 2286
Copy of patent in request..........cccceveveeereeeennnen. 2219
Double column format...................... 2214, 2219
Copying Of file......oooriiiiiic e 2232
Correction of inventorship................ 2250.02, 2258
Correction of requUest..........coocoeeeeeeiniiieeneeeee 2231
CorrespoONdENCE.......cccuvveveeeiiiiiiee e eeiieee e 2224
Criteria for deciding request............cccceevvveennee. 2242
Decision of Patent Trial and Appeal Board....... 2277
Decision 0N reqUESE..........ccovciviieeeeeiiiieee e e 2240
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Decision ProCeSSING.......cuieeiiiiereeeeeiiiieeaa e 2245
Defective submisSioN...........ccceevvveeiiiiiennee. 2266.02
Denied........cccccveriiinecnnnnn 2240, 2247, 2247.01
Dependent claim treatment......................... 2260.01
Director’s initiative............cccoocvereeninns
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Double patenting..........ccccccvveenee.
Drawing COIrection.........ccccceeevvveveeeiicvnenennn,
Duty of candor and good faith.......... 2001.04, 2280
Duty of disclosure.......... 2001.04, 2003.01, 2014,
2280
Electronic copy............... 2232
Entry of amendments 2270
Entry of court decisions in patent file................ 2207
EXaminer........cccccvviiiieniinnncens 2236, 2248, 2255
Deposition.........ccoeeiiiiiiieeeee e 1701.01
Examiner's amendment........... 2234, 2250, 2262,
2287
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“Sufficient cause” for extension of time............. 2265
Suspension 2285
Terminated...........ueeeeiiiiiiiiieieeee e, 2294
Terminated files.........ccccooviieiiiniii e, 2294
TicKIer reportS.......c.veeveeiiiiiiee e 2235
Time for request decision...........ccccceeeecvvvieeeenn. 2241
Time for requesting..........coccevevieeeiiiee e 2211
Time for response to actions..........c..cceccueeen.. 2263
2238
2287
2237
2218
2225
2267
2252

TiMe repPorting.......cccveveeeiiciiieeesieieieeeeeieieens 2238
Title repPOrt....ccceevieeeeiie e 320, 2287
TraNSTer. .o 2237
Translation required.................. 2205, 2214,

Untimely filed paper prior to order.................... 2225
Untimely filed papers
untimely repliesS.......cccceveviiiiieiiiiiien e 2252

Use of transmittal form (PTOL-465)
2262
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Availability.........c.cooveieiiiee e 2128

Between applicant’s priority date and U.S. filing date..
216, 2121.01, 2132.01, 2133.02(a), 2136.05,
2152.06

Citation... 707.05 to _707.05(qg). 901.04, 901.05(a)

After allowance....................... 1302.12, 1308.01
After appeal........... 1207.02, 1207.03, 1207.04
By applicant...... 707.05(b), 707.05(c), 1302.12
COrreCtioN.......cccviieee e 707.05(g)
Period for reply......ccccoooeieiiiiiiiiennenn. 710.06
Claims foreign date..........ccccceevvieeiniieeinieens 715.01
Combination of references............. 707.07(f), 2142
Copending...... 709.01, 2136.01, 2138, 2139.03,
2146.03(a), 2148, 2152.07, 2154.01(d)
COPIES. ittt 707.05(a)
Cross, how Cited...........ocevvvieeiiiieiiiiieiiiin, 707.05(e)
Cross reference addition............ccccvvvveeveeenen.n. 905.02
Date, determination of.......... 2124, 2126, 2128to
2128.02 2152 2154.01(b)
Date, exception to the rule..............cccvveeeeninns 2124
Defensive publications 901.06(d)
Design application.............cccceevcveerineeenne 707.05(a)

Disclosure, broad.............cccovviiiiiniiniiciicne 2123
Disqualification under pre-AlA 35 U.S.C. 103(c).........

2146.01 to 2146.03(a)
Drawings as Prior art........ccccceeeevevveeeeessiveeeeenn 2125
Effects of international application publication... 1857
Effective date

Patent....... 707.05(e), 715, 2120.01, 2139.01,
2139.02, 2152, 2152.01, 2152.05, 2154.01(b)

2286 2294
Vacated, claims invalid/unenforceable... 2210, 2286
Who may file request for..........ccoecveiiieeiiiennns 2212
Withdrawal of attorney during............ 402.06, 2223
Withdrawal of power of attorney....................... 2223
Reexamination, Inter partes (See also: Reexamination
EX PArte ) .ooooiiiiiieie e 2600
Petition...... 1002.02(b), 1002.02(c)(4), 1002.02(f)
Prior art Citation............ccoeeeeeeiiiiiiiiiiiiieieeeeeeees 2602
Reissue copending..........ccocvveeeeiiiiieeeeeninnns 1449.01
Request  for inter partes reexamination
Facsimile transmission not permitted........ 502.01
Reference (See also: Prior art)
A.l. Series patent.........ccoccceeeeiiiiiiieee e 901.04
A.P.C. publication.............ccccevvvierineeinnennn. 901.06(c)
Abandoned application.......... 901.02, 2127, 2134
Abbreviatures. ..., 901.06(d)
ADSHraCES......eeeieee e 901.06(d), 2120
Additional........c.ccvevveieiiieieiceceee e, 707.05(d)
AdMISSIONS......oviiiiiiiiic e 2129
Analogous art.......... 904.01(c), 2141.01(a), 2143,
2143.01 2145

Antedating (See also: _Affidavit of prior invention to
overcome a pre-AlA 35 U.S.C. 102 or 103 rejection

(37 CER 1.131))
Applications, domestic and foreign................... 2127
Applying reference under AIA 35 U.S.C. 102(a) and
(D) e 2152

Applying reference under pre-AlA 35 U.S.C. 102(e)....
2136

Arrangement in Examiner’s Search files........ 901.07

Publication.......... 715.01(c), 2120.01, 2128.02,

2139.02 2152, 2152.05
Electronic publications.......... 707.05(e). 904.02(c).
2128
Enabled disclosure...........ccoccveiiieiiniiiennne. 2131.01
Enabling, plant genetics...........cccccceovcvvneennn. 2121.03
Enabling, compounds and compositions..... 2121.02
Enabling, apparatus and articles................. 2121.04
Equivalents........ccooceeeeiiiieic e 904.01(b)
Every element rule for anticipation....... 2131, 2150
Evidencing the meaning of a term used in the primary
FEfErenCe.....cocvii e 2131.01

Foreign patent.... 707.05(e), 901.05(a), 901.05(b),
2120

Forfeited application.............ccocieiieiiiiiinnnenn. 901.02




INDEX

Reference — Registration, Attorney or agent
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From derivation..............cccoo oo 1302.12
From interference........ccocvveeeveeveviiineeennennnn, 1302.12
Incorrect citation........ 710.06, 1302.12
Inoperability........cccoooeeeniiiiiieeiieee 716, 716.07
Internal documents, confidential.................. 2128.01

Intervening.. 216, 2132.01, 2133.02(a), 2136.05,
2152.06

Joint patent to applicant and another....... 715.01(a)

715.01(c)
Listing at allowance..............ccccc..... 1302.12, 1455

Lost counts in interference...........c.cccccvvneene 2138.01
Multiple reference rejections under 35 USC 102........

Sec. No.

Rejection over broad disclosure instead of preferred

embodiments.........ccoiiiiiiiiii e 2123
Replacement of missing........cccoccvveeeeeniinneen. 901.09
Same assignee........ 709.01, 715.01(b), 2136.01,

2141.01, 2146to 2146.03(a), 2148, 2152.06,

2154.01(d), 2154.02(c), 2158, 2158.01
Selection of pertinent..........ccccoeeeveiiieeinieeenns 904.02
Statutory bar... 2133.02, 2139.02, 2152, 2152.05
Statutory Section to US€..........ccecvvveeeerinnnnnn. 2139.02

Supply procedure..... 707.05(a), 707.05(g), 710.06

Swearing back (See also: _Affidavit of prior invention
to overcome a pre-AlA 35 U.S.C. 102 or 103 rejection

2131.01 (87 CFR 1.131)) ..oeeeeee 715, 2132.01, 2133.02,
Newly discovered after allowance................ 1308.01 2141_'01 -2146.03(a)
TheSiS.....ccooveeeeieeecieeeeee, 2128.01, 2152.02(e)

Nonanalogous art (See also: _Reference: Analogous .
art) ... 2131.05. 2141.01(a). 2143, 2143.01 UEITIEY e 2122
None cited by examiner.............. 707.05, 707.05(a) “Well known in the art” supported by........... -2144.03
OPErability........cccueiieeiieci e 2121 Reference Characters.............ooovvnenvnnecnns 608.01(q)
Ordering official Cross........ccccocvveiiiieiiiineenne 903.06 Reference to foreign application............. 202, 901.03
Overcome Reference to prior patent.......... 608.01(p). _608.01(r).

Under Rule 1.130..... 717.01to 717.01(f), 2155 901.03 o

to 2155.06 Reference_ to related application (See also:

Under Rule 1.131 (See also: _Affidavit, swearing Cross-noting) L )

back of reference (37 CER 1.131)) ............... 715. Reference to related application for disclosure..............

1302.14, 2120, 2132.01, 2133.02(a), 608.01(p)

2133.03(c), 2136.01, 2136.05, 2136.05(a), Refile application (See also: _Application) _Substitute

2138.01, 2141.01, 2145, 2146.03(a), 2148, application)

2152.01 2158 Refunds (See also: Fee) Deposit account) ........ 502,

under Rule 1.131(C)...ovrvrrireieiienieieiienn. 718 502.05, 503, 506. 506.02, 509. 509.01, 509.03,

Under Rule 1.132.......cco.ooc.. 716. 2106.05(a), 292030 -£07.02

2106.07(b), 2107. 2107.02. 2128. 2132.01. Additional invention or species................. 803.03(a),

2136.01, 2136.05, 2136.05(a). _2136.05(h), 803.03(b)

2137, 2139.03, 2141, 2145, 2146.03(a), 2148, Canceled claims...........cccoooccciiiviiiiieeeeeer e 506

2152.07,  2154.01(d). 2155.01, 2158.01, Correspondence address......... 502, 502.05, 503,

2164.05, 2164.06(c), 2172, 2173.05(b), 2184 506, 506.02, 511, 512. 513, 2540, 2542
Overcoming under 35 U.S.C. 119..........cccoceuee 216 Filing fee................ 201.04, 503, 506, 601.01(a)
Paper, orally presented.......... 2128.01, 2152.02(e) International applications...... 1002.02(p), 1827.01,
Patent.......cccooevveeiiiieicie e 901.04, 2126 1850, 1864
Patent, date available...............cccoveerrnnnne. 2126.01 International search fee......... 707, 1827.01, 1852
Patent, Foreign (See also: Foreign _patent) ISSUE fE€...cuviieiiiii e, 1308.01, 1308.03
Patent, official number lacking...................... 901.04 Maintenance fee.......... 2504, 2520, 2540, 2550,
Patent claiming same invention..... 715.05, 2301.03 2580 2590
Pending app“cation (See also: App“cation) .. 901.03 Oral hearing ...................................................... 1209
Publication of app"cant’s invention........... 71501(a) Publication fE€.......ccouvviiieie e 1126
715.01(c), 2132.01, 2133.01, 2153, 2154.02 Reexamination
Publication, date available...............cccc........ 2128.02 Ex parte ..cooceeeeeiiiiiiiiinnnn, 2215, 2247, 2248
Publication, printed..........cccccceeiiiiienieiiiiieeeee 2128 Refund Section, Office of Finance... 509.03, 607.02
Publications... 707.05(e), 901.06, 2120, 2131.01, Petition fee.......cccccoeeviviiiverieenen, 506.02, 711.03(c)
2132.01 2133.01 2152.02(b) Small entity fee 509.03(b), 2550
Published abstracts of application............ 711.06(a). Registration, Attorney or agent.................. 402, 1702
2120 2131.01 2133.01
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Regulations, Technology Center (TC) facilities...... 510

Regulations, office premises.........cccccovveverinineeen. 510
Regulatory review.............. 2001.06(e), 2004, 2015
Rehearing by Patent Trial and Appeal Board.................
1002.02(j), 1214.01, 1214.03, 1214.04
Reissue application..........ccccceeeeveininennne 1401 to 1470
Absolute intervening rights..........cccccceviiinneen. 1460
ACCESS 10...cvieireene 103, 724.04(b), 1430, 1470
Acknowledgment of protest...........cccccevuveee. 1901.05

Additional information required.... 1442.01, 1442.04
Adjudication of original patent..... 1442.01, 1442.04

AllOWANCE.......eiiiiiiieiie et 1455
Amendment........ 714, 1410, 1411, 1453, 1455
EXAMINEIS....iiiiiiiiieeeee e 1455
Of drawings.......ccccevevieeeiineeenieee e 1413, 1453
So that reissue can be merged with ex parte
reexamination..........c..eeeeereiiieeeee e 2285
Amends or corrects original patent... 1400.01, 1402
Appeal brief........ccovii 1454
Assignee consent 1410.02, 1443, 1451
Broadened..........ccocviiiiii i 1412.03

Cannot be used to remove terminal disclaimer..........
1490

Certificate of correction....... 1400.01, 1402, 1410,
1411.01, 1412.04, 1443, 1451, 1453

Claim

Broadening.........cccccevevveneenn. 1412.02, 1412.03
Dependent.............cc.oee... 1402, 1412.03, 1455
Format.......ccooevvieiiiiii e 1411, 1453
Numbering........cccccoevvvveeenns 1451, 1453, 1455
Oath requirement..........o.ccoceeeeiiiiiieee e, 1414
Printed in Official Gazette ..............cccevvvunn.. 1455
Same invention as original patent........... 1412.01
TOO NAMOW...ceiiiiiiiiiiieeeee e 1402
Collateral estoppel..... 2012.01, 2138.01, 2138.02
Consent by assignee........... 1410.02, 1443, 1451
CONLENL....eiiiiiieieieeeee e 1410
Continuation............. 1410.02, 1414, 1451, 1460
Copending application reference.......... 1402, 1405
Copending ex parte reexamination proceedings.......
1449.01 2285

Sec. No.

Deceptive intention........ 1401, 1412.02, 1412.03,
1412.04, 1414, 1414.02, 1414.03, 1444, 1448,
1451 1457, 1481.02, 1490
Declaration..... 1410.01, 1412.05, 1414, 1414.01,
1444 1451
Supplemental.................. 1414.03, 1444, 1455
Defective oath, ground for rejection.............. 1414 to

1414.03
1402, 1412.03, 1455

DESIGN...c it 1457
DilIgENCE. .. ieiieeiiie et 1403
Disclaimer............... 1400.01, 1402, 1405, 1410,
1411.01, 1450, 1451, 1490
Divisional........... 1410.01, 1412.01, 1414, 1450,
1451, 1457

Domestic benefit, delayed claim....... 211.04, 1402,
1405

Double patenting..........cccccceevvciiereennnnns 1451, 1490
Drawings........coceeviveerieeeinieeens 1413, 1414, 1453
Duty of disclosure.... 1406, 1418, 1448, 2001.04,
2001.06(c), 2003
Effect of reissue.........ccceeieiiiieiiiee e 1460
Effective date of claims 1440
EFS-Web filing of......cccccoeeeiiiiiinees . 1410
Election of Species.........ccccviiiiiieieiiiiiieee e 1450
Equitable intervening rights..........cccoceviiennen. 1460

Error correction after allowance.. 1414.01, 1414.03,
1444

Error in original patent........ 1401, 1402, 1412.01,
1414 1414.01
Examination...........c..ccceevveeenne 1440, 1443, 1445

Review of Oath/Declaration.................
Examiner Reissue Guide and Checklist

Expedited examination......... 708.01, 1410, 1441,
1442, 1442.03

DESIGN...cciiiie e 1457
Expired patent.........ccccocceeeeeinnnnn. 1415.01, 1443
FiliNg fE€...ueiiie i 1415
Final Office action............ccceeveviviiiicniiiiecne 1444
Flowchart on recapture...........ccccccoeviiienennn. 1412.02

Foreign priority claim..... 214, 215, 216.01, 1402,
1417

Copending inter partes reexamination proceedings...
1449.01

Correct inadequacies..........cccceevvveeeeeeiiiveneeennn 1402
Court decision involving original patent...... 1412.01
1418 1442.01
Court ordered.........cceeeeeiiiiieiieeiieiee e 1442.05
Cross NOtING......cccoevurieeeeeiiiiiiee e 1451, 1455
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1455 2003
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1449.01
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reexamination..........cc.cvooveneiiiienee e 2285
Multiple filings........ccceiiiiiieiiee 1450, 1451
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Supplemental.................. 1414.03, 1444, 1455
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Official Gazette
Claim to be printed in.........cccoocooeeiiiiiinenn. 1455
Filing notice in..... 1430, 1441, 1441.01, 1443,
1452 1457 1470
Omission of feature..........cccccevveerviiiicnnnnn 1411.02
Open to public........cceeveeiiiinnneen. 103, 1430, 1470
Ordering copies of papers infile...........ccccooeee. 1430
Overlooked aspects.................... 1412.01, 1412.02
OWNErShIP......ueeiieiiiiiieee e, 1410.01, 1443
Patent Series......ccccvviiiierieiii e 901.04
Patent term, affect on...........cccocevviiiiiciiie 1405
Petition to merge reissue and ex parte
reexamination..........c..cceeevereneene 1002.02(b), 2285
Petition to stay reissue pending ex parte
reexXamination..........c..eeveeiicieeiees e 2285
Print of drawing..........cccovevieeiiiiiiieec e 608.02
Prior art consideration..........c.cccocciieiiniiinnnnn. 1402
Prior art statement................... 1406, 1418, 1455
Priority correction........ 214, 216.01, 1402, 1405,
1417
Protest......... 1404, 1441, 1441.01, 1443, 1901
Protest filed in reissue where patent is in
interference.........ccccoeciiee i 1443, 1449
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Sec. No.
Public access.........oocvveeeeeiiinnnnn. 103, 1430, 1470
Recapture of matter.................... 1412.02, 2146.01
Reexamination proceedings copending....... 1449.01
EX PArte ..ooveeeiiiiiiiiiiiiee 2285
ReJeCtion.........ueeeiiiiiiii e 1444, 1445
Request for Continued Examination (RCE)...... 1452
Requirement for information................c....... 1442.04
ReStriction.........ceeiiiiiiiiieeee e 1450, 1451
DESIGN...c it 1457
Return of original patent...........ccccooeeerieeennnen. 1416
REVIEBW ..ot 1456
Same invention as original patent................ 1412.01
Special for examination......... 708.01, 1441, 1442,
1442.03
(D=2 o o PSR 1457
Specification........... 1453,
1455
StatUS....oeeeiiii e 1470
Statutory basis 1401
Statutory disclaimer 1490
Stayed pending ex parte reexamination.......... 2285
Submission of papers iN..........ccccceeiiiiieeenn, 1404
Suit on original patent...........cccoccveviieeenneen. 1442.01
Surrendered patent returned to applicant......... 1416
Surrender generating limitation................... 1412.02
YU o= o (o o FO P 1450

Terminal disclaimer.. 1402, 1410.01, 1411, 1451,
1490

Transfer of original drawing (prior practice).................
608.02(i), 1413
Treatment of Protest..........ccoceveevveeriiiennnnee. 1901.06
TWICE FEISSUEM......eeiiiviiiiiiieiiiiee e 1411
Two month delay period................... 1441, 1441.01
Rejected application.............cccoovcvieiiieeiniienns 203.02
Rejection (See also: _Anticipation rejection) _Indefinite
claim) ODbVIOUSNESS) ......ccovvvvieiiiieieieerie e 706
Abandonment of invention...................... 140, 2134
Admission by applicant....... 2103, 2109, 2120.02,
2129, 2133.03(c), 2145, 2146.02, 2152.03, 2172
After allowance of application........ 706.04, 706.05
1308.01
After allowance of claim............ccccoviiiiininnns 706.04
After allowance, primary examiner review of..... 1004
After appeal, new rejection......... 1207.03, 1207.04
After termination of interference....................... 2308
Against public PoliCy.........ccccovieeiiiiieniiee e 2104
AQOregation.......cccocvvveeeeeeiiiieree e 2173.05(k)

All valid grounds............cceeveeeiniiiieee e, 707.07(q)
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Rejection — Rejection

Sec. No. Sec. No.

Allowed claim by Patent Trial and Appeal Board......... Final (See also: Final rejection) ............... 706.07 to
1213.02 706.07(h)
Alternative phrases.........cccccoceeveeiniinneen. 2173.05(h) Foreign application, statutory bar.................... 2135
Anticipation (See also: _Anticipation rejection) ........... Form paragraphs used...... 2106.07(a)(1), 2107.02,
2120.01, 2131, 2132, 2133, 2136, 2152, 2154 2139.03, 2148, 2152.07, 2157, 2158.01, 2175,
Art (See also: _Prior art) ........c..cccevveereceercnna. 2120 2187
Assigned applications, Same applicant......... 804.03 FOrm USEd.......ooiiiiieiiiieeee e 707
ALOMIC ENETgY ACt.....c.ovevvereeveverreeeeiesennnns 2104.01 Fraud upon public..................
AUthorship..........c..cc......... 2132.01, 2137, 2155.01 Frivolous invention
BackUp rejeCtionsS...........covevveveveeeeeeereereeen. 2120 Function of machine..............ccoeii 2173.05(v)
Bar, Statutory..... 2120.01, 2133to 2133.03(e)(7). Functional claim............cc.ccoeennee. 2114, 2173.05(q)
2139.02 2152.05 Functional equivalents...........c.cccccovveenneeen. 2144.06

OVercoming.....cccocvveveerennns 2133.02(a), 2152.06 Generic claim.............. 715.02, 806.04, 809.02(a)
Board introduces.........cccccvevvveveesieenee i, 1214.01 Genus and Species................ 806.04(h), 806.04(i).
Board statement on allowed claim............... 1213.02 2131.02 2144.08
Breadth. ..o 2173.04 Ground clearly stated................... 707.07(d), 2142
Broadening in reissue application................ 1412.03 INACCUNALe. ... 2173.03
Broader than the disclosure...............c......... 2173.03 Incomplete.........ccoooviiininn, 707.07(g). 2175
Chemical practice INdefinite.....cooviiiii e 2175

Markush..........cooeeereenrenenecens 803.02, 2117 INOperativeness. ..o 2164.08(b)

Undue breadth... 2163.05, 2173.04, 2173.05(h) Insufficient disclosure...........occooeiiiiiiiiineenens 2166
Claim presented corresponding to claim of patent..... Insufficient disclosure, trademark.............. 608.01(v)
706.06 Interference, estoppel......ccccccevviiiiieeeennnnne, 2308.03
Claim presented corresponding to claim of patent, Interference terminated................. 710.02(b), 2308
failure to reply........cc.ooooiiii -2304.04(c) International publication as prior art........... 2136.03
ClaiMS. ... 706 2139.02 2152.05 2154.01(a)
Combination of references............... 2131.01, 2142 Judicial NotiCe.........ccvvvrviiiiiiic e 2144.03
Common knowledge........ccccoovveiiieeeninnenee 2144.03 Language used.........ccceeeererinnnnne 707.07(d), 2142
Commonly assigned.... 2146, 2146.01, 2154.02(c) Linking claim...... 806.04, 806.05(c), 809, 809.03
Computer programming cases....... 2106, 2161.01 Markush, improper.........ccccccoevvvieee e 2117
2164.06(c), 2181 MUIIPICIEY ..o, 2173.05(n)
Conflicting applications.... 709.01. 715.01(b). 804, Negative limitation............ccccoevevrervernen. 2173.05(i)
t8004.021i4688g.(g)2’ 822124‘18 21351.2210621412.(1)513;1 0211(3)6 New, after appeal.........cccccceevviiiieeeiiiinenennn, 1207.03
554.02:(:} ' ’2158 * 2158.0i New, after final rejection............c.ccceevenne. 706.07(e)
Contrasted to Objection............cccvevvveeeriieenns 706.01 New matter.: """"" AR 608.04(a). 2163.06
Copending applications, different inventive entities.... Nonelected invention.............ccccovevvienecnnens 803.02
2109, 2136.01, 2136.04. 2146to 2146.03(a). Nonstatutory claim.............c.cc...... 2104 to 2107.03
2152.07 2154.01(d) Nonstatutory subject matter.......... 2104 to 2107.03
Cumulative.............ooeeeeeeeceniinnes 706.07(e), 2120 Not based on prior art...........cccccveeeeviiiieneenn. _706.03
Dedication.............covvvviieeieeeeeeeeeeen, 715, 1490 NOE INVENTOT........ceviviiiceeee e, 2137
Defective reissue oath..................... 1414.03, 1444 Not readable on disclosure......................... 2173.03
Dependent claim........cccoovvevceeireiieeieenns 608.01(n) Oath, defective reissue............c.......
Derivation of invention...............coovvvveeiieeeeennnn. 2137 Obijection distinguished
Disclaimer.........cccocvvvvvvveennnns 710.02(d), 2304.04(c) Obviousness (See also: _Obviousness) .......... 2120,
Double patenting (See also: _Double patenting) 2142
Duplicate Claims...........cccoevuevevererrrennn 608.01(m) Official NOtICE........oovviiiiii, 2144.03
Estoppel, defensive publication..................... 711.06 Old comBINAtION. ..o 2173.05(j)
Estoppel, interference...........ccoccevevevevenenee. 2308.03 Omnibus claim.........o.oooiiinnn. 2173.05(r), 2175
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Rejection — Reply

Sec. No.

Overcoming pre-AlA 35 U.S.C. 102 rejection..............

2132.01 2133.02(a) 2136.05
Overlapping applications........... 709.01, 715.01(b),

804, 804.01, 804.02, 822, 2136.01, 2141.01,
2146 to 2146.03(a), 2148, 2152.06, 2154.01(d),

Sec. No.

Rejoinder............... 706.07(a), 806.05(c), 806.05(f),
806.05(h), 806.05(i), 809, 812.01, 821, 821.01,
821.02, 821.04, 821.04(a), 821.04(b)., 1302.04(h)

Related inventions......... 802.01, 806.04(b), 806.05,
806.05()), 808.02 809.03

Rejoinder of, generic or linking claim allowable..........
821.04(a)

2154.02(c) 2158 2158.01
Perpetual motion..............ccceevveeenne 2104, 2107.01
Personal remarks avoided................cc.c.... 707.07(d)
Previously allowed claim.................... 706.04, 1004
Prima facie case of obviousness..................... 2142
Printed matter............ccceevevveennee. 2111.05, 2112.01
PriOr @rt......ooooiei e 2120
Prior art between applicant’s foreign priority date and
U.S. filing date.................. 216, 2121.01, 2132.01,
2136.05 2152.06
Product by process..........c.ccoeu... 2113, 2173.05(p)
Product of nature..................... 2104, 2105, 2106,
2106.04(b) 2106.04(c)
ProliX..cveveeiicciiiiee e 2173.05(m)
Provisional rejection....... 2127, 2136.01, 2139.03,
2146.03, 2146.03(a), 2154.01(d), 2158.01
Public sale (See also: On sale) ................. 2120.02
2133.03, 2133.03(b) to 2133.03(e)(7), 2139.03,
2151, 2152, 2152.02, _2152.02(d), 2152.05,
2152.07
Public use (See also: Public use) ............. 2120.02
2133.03(a), 2151, 2152, 2152.02, 2152.02(c),
2152.05 2152.07
Ranges.......... 2131.03, 2144.05, 2148, 2158.01
Recapture in reissue application................. 1412.02
Reissue application
Broadened claims................... 1412.03, 2163.05
Defective oath.........c.cccoecuveieeennns 1414.03, 1444
ReCapture.......cccccvvviieeeiiiecce e 1412.02
Res judicata ...........cccvveveeeiiininnnnn. 2138.02, 2190

Scientific principle. 2106.04, 2106.04(b), 2107.02,
2164.07

Secondary considerations............... 2131.04, 2145
Single means claim........... 2164.08(a), 2173.05(g).
2181

Species and genus................. 806.04(h). _806.04(i),
2131.02 2144.08
Statement Of.......ccoooeviii 707.07(d)

Statutory bar...... 2120.01, 2133to _2133.03(e)(7).

2139.02 2152.05
Suggested claims not made.................... 2304.04(c)
Technical........ccooooiiiiiiiiieeee e, 706.03
Trademark or trade name...............ccuee..... 608.01(v)
Undue breadth................cccvvnee 2163.05, 2173.04
L) 111 SRS 2104, 2107
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Rejoinder of, product claim allowable........ 821.04(b)

Related inventions, SPECIES...........cccuveernnenn. 806.04(b)
Remailing Office action..................... 707.13, 710.06
Remand by Board
AFfIJAVIT. .o 1211.03
AmEeNdmMENt.........oooiiiiiiieiiee e 1211.01
Further search..........cccoecviieeiiiiiiieee e, 1211.04
IN general......ccoceeeiiiiiiiiie e 1211
SPeCial.ccciiiiiiiii e 708.01
Removal of application from Office............cccceee... 101
Renumbering claims..........ccccccoovviiveee e, 1302.01
Reopening after allowance.................cccueeeeen. 1308.01
Reopening after court decision....................... 1216.01
Replenishment of deposit accounts (See also: _Deposit
account: Replenishment)
Reply (See also: _Amendment) _Period for reply)
After abandonment...........ccccooeeeiiiieninnenne, 714.17
After Board decision................... 1214.01, 1214.06
After final rejection.............ccccce.oeee 714.12, 714.13
By filing RCE........cccove v 706.07(h)
Within 2 months...... 706.07(f)
Attorney arguments...........cccceeeee... 716.01(c), 2145
Complete.....coccvvereieiieeeee e 714.02to 714.04
Copying claim from patent not a reply....... 711.02(b)
Election requirement...........ccccceeeiiiieeeenn. 809.02(a)
Formal matters........ccccoecviieeieiiiiiee e 714.02
Incomplete............. 710.02(c), 711.02, 711.02(a),
711.03(a), 714.02 to 714.05, 2266.01
In ex parte reexamination..............cccceeeriinnenn. 2266

Incomplete, election of species lacking..... 809.02(a)

Incomplete, proceedings not stayed by petition..........
1002

Incomplete, time for completing...... 710.02(c), 711,

714.03 2266.01
TSP 711, 711.02
Late, eXCUSEd.......ceeeeeiiiiiereeeeiieiee e 710.02(d)
Patentability pointed out................ 714.02, 714.04
2132.01, 2133.02(a), 2136.05, 2152.06
Restart period for.........coccceiiieeiniiiciiee e, 710.06
Restoration of canceled matter.................. 608.01(s)
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Reply — Restriction

Sec. No.

Restriction requirement
Signed by all applicants
Statutory Period...........cceveviieeniiieiniieeniieens

Reply brief. ...
Representative capacity......
Cannot expressly abandon.................. 711, 711.01
Cannot sign terminal disclaimer....................... 1490
Design patent practitioner..... 402.04, 405, 713.05
INEEIVIEWS...uvveiei e 405
Representative of foreign assignee........... ... 302.04
Representative of inventor or owner...................... 400
Representative of requester.............occcvvveeeeennen. 2213
Representatives of out-of-town attorneys.............. 408
Republication of PG-Pub...................... 502.05, 1130
Request for Continued Examination (RCE)... 706.07(h)
After allowance...........occveveeiiienicniiene e 1308
Conditions for filing..........cccoeviiiieiiee. 706.07(h)
Design application...........ccccevvvveiiieeeniieeenns 1502.01
Improper CPA treated as...........ccceeevveeennne 201.06(d)
Submission requirement............c.ccocceeeeee. 706.07(h)
Suspension of action iN.........cccccceeeevciiereee e, 709
Terminal disclaimer, effect in.......ccccoeeeeeviviiinnne. 1490
Request for ex parte reexamination (See also:
Reexamination, Ex Parte)

Request for inter partes reexamination (See also:
Reexamination, Inter partes: Request for inter partes
reexamination)

Request form (PCT/RO/101)...... 1801, 1812, 1821,
1828 1844.01
Request for reconsideration of patent term adjustment..
1002.02(b)

Request for rehearing of Board decision.... 1002.02(b)
1214.01 1214.03 1214.04

Request for reinstatement of period of patent term

adjustment.......cccveeeieiiiee e 1002.02(b)
Request to convert provisional application to
nonprovisional application................co....... 1002.02(b)
Request to issue patent in name of assignee after issue
fee paid......cccooeviiiiiii 1002.02(b)
Request for supplemental examination........... 2811 to
2811.02

Requirement for information...... 704.10 to  704.14(d),

1901.06, 2120.02, 2135, 2173.02, 2181
After the first action on the merits............. 704.11(b)
Authority for requirement............ccccceeeeiinnnen. 704.10

Consideration of information submitted..... 704.14(b)
707.05(b)

Format of requirement..........cc.ccocoeeiineenne 704.14(a)
Relation to duty of disclosure... 704.12(a), 2001.04,
2005
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Sec. No.

Relationship to information disclosure statements .....

704.14(d)

REPIY 10 i 704.12
Elements of a complete reply........ ... _104.12(b)
Time periods for........ccccovveeiniiiinieeiieennn 704.13
Treatment of an incomplete reply.......... 704.12(c)

What information may be required................ 704.11

704.11(a)

When requirement may be made.............. 704.11(b)
Requirements must be repeated.................. 707.07(e)
Requisites of the application.............ccccvcveeiiieenne 702
Res judicata .........ccceevveeennee 2138.02, 2190, 2259
Rescission of nonpublication request...... 1123, 1124

Rescission of Previous Nonpublication Request (35
U.S.C. 122(b)(2)(B)(i))) and if Applicable, Notice of
Foreign Filing (35 U.S.C. (b)(B)(iii))) form PTO/SB/36

Cited...viiiviei e 1123, 1124
Reproduced..........ccueveiiiiiiiiiiieeee e 1135
Residence, Applicant’s.................. 602.08(a), 719.02
Resignation of examiner, old cases special...... 708.03
Response (See also: Reply)

Restriction (See also: Election) Election of species) ...
800
Action, eXaminer'S...........cccovvvevvvvvenceennnn.
Action after, special
Action on the merits 810
Apparatus and process or product........ 806.05(e) to
806.05(9)

BaASIS. .. 802

Burden......... 803, 803.02, 806.05(c), 806.05(d),
806.06, 808, 808.01(a). 808.02, 811

Claimed subject matter............occeeeeeiniinnenn. 806.01
Claims to divisible inventions added before action.....

818.02(a)

Combination and subcombination............ 806.05(a),
806.05(c)

COoNtINUALION. ....ceieiiiiiiiiee e 819
Design application..........ccccoecveeiiiveeinneeennne 1504.05
DefiNItioN......cccoviviiiiiiier e 802.02
Distinct invention................... 802.01, 806, 806.05
DiStinCt ProCESSES.....covvveiiieeeiiieeeiiee e 806.05(j)
Distinct products..........ccocveeeeiiiiieee e, 806.05())
Election other than express..........cccccceeeeunee. 818.02
Election fixed by action on claim................... 818.01
Final requirement...........ccccooveieieeiiiiiiiee e 821.01
Grouped in parent application....................... 811.04
IMProPer.....ccoccviiieeieee e 803, 806, 808.02




INDEX

Restriction — Right of priority

Sec. No.

Independent embodiments........ 802.01, 806.04(b),
806.06
Independent inventions............. 802.01, 803, 806,
806.06 808.01(a)
Intermediate-final product....... 806.04(b), 806.05(j)
INErOAUCTION.....eeiiiiie e 801
Linking claim..... 806.04, 806.05(c). 809, 809.03,
821.04(a)
Markush claims..........oooovviviviiiiiiiennnnn. 803, 803.02
Nonelected claims, treatment of....... 821to 821.03

Eligible for rejoinder...........cccooieiiiiiiiieeenn. 821

Reissue application..........cccccceevviiviveeeeennneen, 1450
Nonelected invention.................. 803.02, 821.04(a)
Nucleotide sequences...... 803.04, 2412.07, 2434
Patentability over prior art.................... 809, 809.03
Patentability report, effect.........ccccccevviiiiiinnnn. 807
Process and product or apparatus........... 806.05(e)
806.05(q)
Product and process of using.................... 806.05(h)
Product, process of making and using....... 806.05(i)
Reasons for holding of independence or
diStINCINESS....eiiiiiiiiiee e .808.01
Reissue application..........c.ccccooecvveneennn 1450, 1451
Rejection of nonelected claims......... 821to 821.03
Rejoinder............ 806.05(c), _806.05(f), _806.05(h),
806.05(i), 809, 812.01, 821, 821.01, 821.02,
821.04, 821.04(a), 821.04(b), 1302.04(h)
Related inventions.. 802.01, 803, 806, 806.04(b),
806.05 808.02 809.03

Rejoinder of, generic or linking claim allowable......

821.04(a)

Rejoinder of, product claim allowable.... 821.04(b)
Requirement..........cccccceevviiieneennn. 812, 814to 817

Additional..........oocoiiiiiiii e

After election.........cocveeeiiiiii s 818

With traverse........cccoocoveeeeeiicieneeees
Without traverse........cccoccceevveeeiiieeeee,

By group where examinable

Clear and detailed record...........cccccoeeevuveenne

COMPIELENESS.....vvvvieeiciieiiee e

Concluding paragraph..........ccccccoeeviiieieeninnns

Consult other group

Final.........ccoo...

First action..........eeeeiiiiiiiiiiie e 811

Patentability...........cccoovviriiiiie e, 810

Reasons for insisting upon.............. 808, 808.02

Rejection on double patenting following..... 804.01

Repeated after withdrawal......................... 811.03

|2 LT0) VR (o TR 818 to _818.02(d)
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Sec. No.

Review by examiner with at least partial signatory
authority........cccoceeeenieeen

Submission to TC director

Second requirement..........cccccceeevieeeeineenns
SEQUENCES......ueieiiiiiiiiiiieeeieeeeeeeenes
Single claiM......cccvieii e 803
Single embodiment............ccccceiiieeiiieenns
Species may be independent or related
INVENLIONS....coi i 806.04(b)
Species of unclaimed genus................. 808.01(a)
Subcombination, Combination............. 806.05(a),
806.05(c)
When made.........ceeeveivieieiiieeees 811, 811.02
Withdrawal............coooviiiiiiiiiiiieieeeeeeeee, 819
Subcombinations usable together............ 806.05(d),
806.05())
Telephone........oooii e 812.01
Transitional application...........cccccevvieinneen. 803.03
Traverse of requirement....................... 818, 821.01
Restrictions on employees of Office.......... 309, 1702
Restrictions on former employees of Office......... 1702
Restoration of Priority..........ccccoeevveeeeeiiiiiieneeenn, 213.03
Restoration of right to priority claim benefit of provisional
application...........ccooiiii i 211.01(a)
Retroactive foreign filing license...........cccccocvvenee. 140
Return of Papers

Discourteous matter... 714.19, 714.25, 1002.02(b)

Entered in the file.................. 214.03, 719.01
Return of drawing.........cccccceeevviivieriee i, 608.02(y)
Return of filing fee.........ccoooiiiii 607.02
Return of patent..........ccccceeiiiieiii e 1416
Return of post card (sometimes postcard or
post-card)........c.cccoviiiiiee e 503, 1901.05
Returned Office action..........cccccoeviiieeeiininenen. 707.13
Review at allowance...........cccccovcviiveeiiiiinnnnn. 1302.01
Review for national SeCurity...........ccccvveeiviiiinneeenns 115
Review for Government property rights................. 115
Revised statutes (See  also: Statutes)
Revival of abandoned application.. 711.03, 711.03(c),
1002.02(b), 1002.02(f)
Revocation of agent under PCT.........ccccoeeeiiiins 1808
Revocation of power of attorney........ 402.05, 402.07
After AllOWANCE.........ccooveviriiiiiiee e 2501
Rewritten specification...........ccccoooceeeeeniine 608.01(q)
Right of domestic benefit.................... 210to 211.05
Right of priority (See also: _ Foreign application)
Foreign application...................... 210, 213to 217
Form paragraphs.........cccocoveiiiieiniiecieec e 213
Formal requirements..........cccceecvveeeeeeiiiiieee e 214
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Right of priority — Rules, Patent (Code of Federal Regulations)

Sec. No. Sec. No.
Overcoming a reference.. 213, 213.04, 215, 216, 1.36 (pre-AlA) Reproduced................... 402.05(b)
2132.01, 2133.02(a). 2136.05. 2152.06 1.36 Reproduced................... 402.05(a), _402.06
Papers required............ccoueeeeiiiiiiien e 215 1.41 Reproduced.............ov....... 605.02. 2920.01
Time for filing papers.........ccccveveiiieeiniieens 215.03 1.42 (pre-AlA) Reproduced................... 409.01(b)
Right to exclude others.. 509.02. 1111, 1601, 2162 1.42 Reproduced.........ccovrveneivernannn. 409.01(a)
Rights, Transfer of patent or application........... 509.02 1.43 (pre-AlA) Reproduced.............. 409.01(b)
RNA (See also: Biotechnology) Nucleotide sequences) 1.43 Reproduced............ccoovvreeveeenenn. 409.01(a)
Roster of attorneys or agents............... 601.03. 1730 1.45 Reproduced...........cccovveveverersernnn 409.02
Rules, Patent (Code of Federal Regulations)........ . R 1.46 Reproduced............oovvorrrvveee. 308, 409.05
10 CFR 810 Cited......o..oveveeeeereeerereeeereenenenn 140 1.47 (pre-AIA) Reproduced................ 409.03
21 CFR 60.10 Cited.....oooooviiiiniiii 2156 1.48 Reproduced............ccvvevviveeniiieanneenns 201.03
21 CFR 60.3(D) Cited.......oovvveiiiinii 2751 1.51 REProdUCEd.........o.veeveeeeeeeeeeeseeeeeeeeen, 601
21 CFR Ch.1 Cited.......cccovcvvveveeenns 2757, 2757.01 1.52 Reproduced........... 608.01, 608.05. 2250
21 CFR 312.80-312.88 Cited..........ccccuennee 2107.03 1.53 (pre-AlA) Reproduced.... 201.04, 201.06(d).
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S
Sale, On (See also: On sale
Sample letter on submission of prior art in patent.........
2205
SANCHONS....ciiiiiieiec e 410
Saturday, effect on time for reply........... 502, 502.01

502.05, 505, 506.02, 510, 513, 710.05, 2504,

Sec. No.

707.05(e). 904.02(c)

FEE, PCT ittt 1827
Field of...oooveiiiiiieeee, 904.02, 904.02(a)
Not to be given for patented inventions........ 1701
File wrapper notation...............cccceeen. 719.05, 904
Incomprehensible disclosure......................... 702.01
In Technology Center, by member of public.... 713.02
Informal application......................... 702.01, 704.01
INPADOLC.......coiiiiiiieeiee e 901.06(a)
INterference........ccccovevviieee i 2304.01(a)
INtEINEt.....eecvieiecieeciecee e 707.05(e). 904.02(c)
Notes in classification definitions.............. 902.02(a),
905.01(a)(2)
Notes in file wrapper.................. 705.01(a), 719.05,
903.07(a)

Online database (See also: Electronic databases) ....

2506 901.06(a), 902.03(e)
Scientific and Technical Information Center (STIC)....... OULNING.....coiiiiieee e 904.02(a)
901.06(a) Patentability report................. 705.01(a), 705.01(b)
Biotechnology sequence listings..... 2421.03, 2429 Prior eXaminer's.........c.coeeeveeveeieceeere e, 704.01
Foreign patents........... 901.05, 901.05(c), 903.03, Procedure 704.01, 904
901.07 2135 References in classification definition.... 905.01(a)(1)
HOUPS.oocoo 1730 Related applications..............cc.co.eveveererrennn. 904.04
Litigation search..........cccccevviviienccnnn. 2240, 2287 Requirements for information..... 704.11, 704.11(a),

Literature collection.................... 719.05, 901.06(a) 2005
Location and telephone number....................... 1730 Restriction requirement...........c.ccoocevenennnn. 808.02
Translation assistance............ 901.05(d), 901.06(a) SCOPE.cctieetii ettt 2103, 2141
Scientific principle not patentable.. 2106.04, 2107.02, Selecting pertinent references...........ccccce.... 904.03
2164.07 THI. o vvvveeeve e 306
Scope of claims.......... 904.01(a). 2163.05, 2164.08 Unduly extensive and burdensome............... 806.01
Design application..... 1503.01, 1504.04, 1504.05, 808.01(a), 818.02(b)
1504.06 Search notes form (PE2E-OC). 704.14(b), 705.01(a).
Scope of Class.........cociiciiiciie 903.02(b) 719.05 904
Scope of reexamination Search facility hours...........ccooeviiieieenns 510, 1730
EX parte ......cccciiiiiiiiii 2258 Search tools, automated..............cceeeueernnnne 902.03(e)
Screening new application for security review...... 115, Searched box entries...........ccccoeevveeeeceieeeneenen. 719.05
2104.01 SECrecy, iN gENEral.........cccovoveveeeeeeeeeeeereeeean. 101
Secrecy of international applications..................... 120

“Secrecy Order” application
After declassification.............

=2 AlIOWENCE......coiiiiiiiiiiie et 130
After reversal by Patent Trial and Appeal Board ........ Commodity Control List.........c.cccooeeervieeieiennens 120
M o _ . Correspondence..........coevvevueviiiieiieiesieieesn 120
o T T gl v of eorespoence
Analogous art areas........... 904.01(c). 2141 Final rejection..........ccceevieeiiiii e 130
Claim analysis 904.01 Interference. ... 130, 2304.01(a). 2306
e -£13.05 Petition for rescission or modification................. 120
Databases (See also: Electronic _databases) ProSECULION. ......oeveiiiieeiiiee e 130
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“Secrecy Order” application — Sequences, restriction

Sec. No.

REVIEW....ovviiiiiieiieieeeccee e, 115, 140

Security, Application affecting........ 120, 121, 130
140

Secret sale (See also: On sale)

Security interest in patent, recording (See also:

ASSIGNMENT) ... 313
Security markings.................... 121, 130, 140, 724
Security screening of new applications....... 115, 140
Security, Licensing and Review, applications

submitted...... 121, 130, 709, 710, 1002.02(c)(1),

2304.01(a)

Self-addressed postcard (See also: Postcard,

self-addreSSed) ....ccooeeeeeeeiiieeiieee e 503

Sequence listing (See also: _Sequence rules) ..... 601,

608.05, 608.05(c), 708.02(a), 714, 1823.02, 1848,
2412t0 2416, 2418t0 2419.03. 2422to 2422.04,
2422.06, 2422.07, 2422.08. 2423t0 2431, 2433,
2434 2435
WIPO Standard ST.25..... 1823.02, 1848, 2422 to
242204, 2422.06, 2422.07, 2422.08, 242310

2431 2433 2434, 2435
WIPO Standard ST.26 (See also: _Sequence Listing
XML) oveienee 1823.02, 1848, 2412to 2419.03
EFS-Web submission..........cccccoeviiveeeniinnnnn. 502.05
Hand delivery............. 2413.03, 2422.03(a), 2433
Pre-Grant Publications (PG-Pub)..................... 1121
Publication..... 2419, 2419.01, 2419.02, 2419.03
Statements................ 2414.02, 2414.03, 2422.06
With Interim Copy of Foreign Application... 215.02(b)
Sequence rules (See also: Biotechnology) ........ 2400
Amendments to sequence listing and computer
readable form
Initial Add.......coeeiieere e 2412.02

Previously existing....... 714, 2414.03, 2422.07,
2426

Amino acid definition......... 2412.03(b), 2412.03(c),
2422.01

AULNOTIN. .o 2430
Coding regions, depiction of.................. 2413.01(e)
2413.01(q). 2422, 2423, 2423.02
Compliance requirement................ 2413.05, 2414
2414.01, 2417, 2422.07, 2429
Computer readable format requirement........ 502.05

2412.02, 2416, 2421.01, 2422.03, 2422.03(a),
2422.04, 2422.06, 2425, 2426, 2433
Definitions for nucleotides/amino acids...... 2412.03
2412.03(a), 2412.03(b), 2412.03(c), 2412.03(d),
2412.03(e) 2422.01
Definition of sequence listing and CRF...... 2412.02
2421.01

Index-95

Sec. No.
Exclusive conformance requirement........... 2412.06
2422.02
Extensions of time............ccocceeee. 2414, 2421.03
Format and symbols.... 2412.05(d), 2423, 2423.01
Form paragraphs..........ccccceveveeeninrennne 2416, 2427
Hand-delivery of sequence listings and computer
readable forms........... 2413.03, 2422.03(a), 2433
Helpful hints for compliance..............ccccccoeeen. 2429
Incorporation by reference..... 601, 2412, 2413.04,
2415.03, 2422.03
Informational requirements for sequence listings.......
2424, 2424.01 2424.02
Mandatory information items....... 2412, 2413.01(f),
2424, 2424.02
Miscellaneous requirements, information..... 2424.03
Notice to comply.......ccceevvvveenennn. 2414.01, 2421.03
Nucleotide definition.............. 2412.03, 2412.05(b),
2422.01

Numbering of sequences....... 2412.05(a), 2423.02
Numeric identifiers..... 2412.05(a), 2424, 2424.02

Oversized Submission Fee........... 608.05, 2422.03
PatentIn information.................. 1730, 2429, 2430
Patent Cooperation Treaty (PCT)................ 1823.02
1844.01, 1848, 1893.01(d), 2422, 2414.05,
2422.03(a), 2430
Presumptions regarding compliance.......... 2413.05
2422.08

Replacement of sequence listing and computer
readable form..........ccocoevevieiiniinnnns 2414.03, 2426
Sample sequence listing........cccccoecviieeieiniiinnnn. 2431
Sanctions for failure to comply..... 2414.05, 2422.07
Sequence identifier requirement.............. 2412.04 to
2413.01(q), 2422.01
Sequence presentation.......... 2412.05(e), 2423.03
Sequences in drawings.............. 2412.04, 2412.06,
2422.02

Statement regarding content of paper and computer
readable copies.............. 502.05, 608.05, 2422 to
2422.04 2422.06 2426
Statement samples under WIPO ST.25............ 2428
Summary of requirements............... 2412, 2421.02
Variants of a presented sequence.......... 2413.01(q),
2422.01

WIPO Standard ST. 25..... 1823.02, 1848, 2422 to
2422.04, 2422.07, 2422.08, 2423 to 2431, 2433,

2434, 2435
WIPO Standard ST. 26 (See also: _Sequence Listing
XML) e 1823.02, 1848, 2412to 2419.03
Sequences, restriction......... 803.04, 2412.07, 2434
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Sequence Listing XML — Special application

Sec. No.

Sequence Listing XML (See also: _Sequence Listing)
WIPO Standard ST.26) ...... 601, 608.05, 608.05(c),

Sec. No.
Facsimile........... 502.01, 502.02, 505, 511, 512
Full, first or middle name............cccceeeveee... 602.08(b)
Required on every paper..................... 402, 402.03
Title With.....coooiiiii e 602.08(b)
Uniformity with name...........ccccccceeiien. 602.08(b)

Signing, continued prosecution application... 201.06(d)
Signing examiner’s letter..... 706.07, 707.08, 707.09

Signing file wrapper..........oocovoiiiiiie e 1302.13
Simulated tests in the specification.............. 608.01(p)
Simultaneous issue of patents.............ccco....... 1306.02

Single means claim.... 2164.08(a), 2173.05(g), 2181
Size of paper (See also: _A4 size paper) _Paper size)

706.02(a), 2412 to 2419.03
SErES COUES....uviieiiiie et 503
Series of dependent claims............ccccceeens 608.01(n)
Series, Patent (See also: Patent)
Service, proof of, in a petition for access............... 103
Service of applicant in a protest......... 1901, 1901.03
Service of citation in patent...........ccccceveeieiivieennn. 2208
Service of court papers on Director..................... 1216
Service of patent owner statement on requestor in ex
parte reexamination..............ccccceeeenee 2249, 2266.03
Shift of election.........cccceeeviiiiiiiiiiiiice e, 819
Design patent application............ccocceevvnenn. 1504.05
Shortened statutory period (See also: Period for reply)
Statutory period) .........cccceeveeeneanen. 710.02, 710.02(b)
Appeal.....ccoceiiiiiiiiiins 1205, 1214.06, 1215.04
Date of abandonment............ccccocvviieennnns 711.04(a)
Drawings........coceeveeveeivesveennnn, 608.02(p). _608.02(x)
Extension of time................. 710.02(e), _1002.02(c)
Final rejection......... 706.07, 706.07(b), _706.07(f),
706.07(g). 714.13
Informal application............ccccoeiiieeiinniieeen. 702.01
Information disclosure statement.............. 609.04(b)
QUAYIE.....eieii e 714.14
Reexamination, ex parte .... 2250.01, 2263, 2265,
2272 2273 2285, 2286
Time limits compared..........c.ccccvvvveerneenn. 710.02(d)
Signatory Authority, Full...........cccccoeiiiiiiie e, _1004
Signatory Authority, Partial.............c.cccoeieiennis 1005
Signature
Alteration in specification signed................... 608.01
AMENdmMENt.........oooiiiiiiiiiee e 714.01
Signature improper........... 714.01(a), 714.01(c),
714.01(d)
Signature missing........cccccveeevviiviieeeennns 714.01(a)

Signed by applicant, not by attorney of record.......
714.01(d)

Signed by attorney not of record........... 403.01(b)
Applicant..........oooiiiiieei s 602.08(b)
Applicant changes name................ 201.03, 605.01

Applicant, international application
Applicant unable to write...................
Application papers........ccccoeeeveeeeeiiiiieeeennns

Attorney or agent not of record......................

Certification, effect of................. 401, 402.03, 410
Continued prosecution application............ 201.06(d)
Correction of NamMe........evevveveveveeeeeinininnnnn, 602.08(b)
Express abandonment......................... 711, 711.01
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Sketch of subject matter of claims............... 904.01(a)
Small Business ACt........c..eoveeiiiiiiiiieiiiiieeees 509.02
Small Business Administration..............c.......... 509.02
Small  entity status (See  also: Fee
Change of status............cccuevies 509.03, 509.03(b)
Claiming StatusS........ccoevivveiiieeeiiee e 509.03
Correcting status........................ 509.03, 509.03(b)
DefinitioN.........eeeeei 509.02
Established in parent application............... 201.06(c)
FEES...oiiiiii 509.02
Government organizations 509.02
Improper payment.........cccceeeveeireeeee e 509.03
Independent inventor............cccccoeevvveeeee e, 509.02
Maintenance fees...... 509.03, 2515, 2531, 2550
Nonprofit organization.................... 509.02, 509.03
Refund.......ccovvivieiiiiiicce 509.03(b). 607.02
Small business concern..........ccccoeceeeeeeeninnes 509.02
Statement verified..........ccoooiiiiiies 509.03
Transfer of invention rights........ 509.02, 509.04(a),
509.04(b)
Solicitor's Office (See also: _ Office of Salicitor)
Sources of information to disclose.................. 2001.06
Special application..........ccccccccovevveeennn. 708 to _708.03
Accelerated examination..............ccccceeeeinnnee. 708.02
Allowable application, except for form....... 707.07(j),
710.02(b), 714.14 1301
Appealed application............cccceeeeiiiiiieeec e, 1204
Applicant’s age, health............. 708.02, 1002.02(b)
Counter terrorism inventions..... 708.02, 1002.02(s)
ENEIgY...cuviiiiiiiiieiiiiiiiieeeeeee e 708.02
Environmental Quality Program............... 1002.02(s)

Five year pendency

Patent printing Priority.........cooccvveeeeiniiiieneennns 1309

Petition to make.........cccccveeernenne 708.02, 1002.02(s)
Reexamination
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Special application — Statement, Examiner’s

Sec. No.

EX PArte ..o 2261
Reissue application.............cccvvveeiiiiiiieneeninnns 1442
Remanded by Board.............occuvvvereiiiiinenennnn. 708.01
Revived applications...........cccccooviieneennnne 711.03(c)

Special examining procedure............cccocveennee. 708.02
Special Program Examiner (SPRE)..... 103, 1415.01
1825 1845.01 1851
Petitions decided.........c.ccoociiiiiiiinnen. 1002.02(s)
Species...... 806.01, 806.04, 806.04(b), 806.04(d),
806.04(e), 806.04(f), 806.04(h), 806.04(i),
808.01(a), 809.02(a)
Anticipation by a generic chemical formula.. 2131.02
Anticipation of a genus by the species........ 2131.02
Cancellation of species claims....... 821.01, 821.02
Claims restricted t0.........cccccevvvriivieneennne. 806.04(e)
Election of (See also: Election of species)
HOW recognized..........ccoovveeviivieiiieeeniieee 806.04(f)
Independent inventions.............. 802.01, 808.01(a)
Mutually exclusive characteristics.............. 806.04(f)
ODbViouSNESS Of.....ccoviiiiiiiiie e 2144.08
Patentably distinct..............coeevveveeiiinnnnn. 806.04(h)
Patentability over genus.............ccccceeeenee 806.04(h)
Plural.......ccccvvennnins 608.01(m), 806.04, 808.01(a)
REISSUE......eiiiiiiiiieiiieee e 1450
Rejection........cccccevvevveiieeninnnn, 806.04(h), 2131.02
Related.........oooociiiiiiiie 806.04(b)
Withdrawal of species claim........... 821.01, 821.02
Specification (See also: Disclosure) .... 608.01, 2161
Amendment, manner of making............ccccc.c.u. 714
ArrangemeNnt. ... .. e 608.01(a)
Background of the invention...................... 608.01(c)
Best mode (See also: Best mode) .................. 2165
Brief description of drawings...................... 608.01(f)
Brief summary of invention........................ 608.01(d)
British English spellings in.........cccccovieeiinenn. 608.01
British provisional and complete.................... 214.03
Changes prior to filing..........c......... 601.01, 608.01
Completeness..... 608.01(p), 2161, 2163to 2165
Computer listS......ccoeveeeiiiiiiiee e 608.05
Confused by amendments....... 608.01(qg). _1302.02
Content Of ..o 608.01(a)
Continued prosecution application............ 201.06(d)
Copyrights N 1512
Correction by examiner's amendment..... 1302.04 to
1302.04(q)
Correction by initialing...........cccccccevviveneenn. 1302.04
Cross-noting of related applications............ 1302.04
Defines claim term.........ccccooovcieieeiiiiieneenne 2111.01
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Sec. No.
Derogatory remarks prohibited.................. 608.01(r)
Description................... 608.01(g), 2163, 2163.02
Design application..........cccevcveeviieeinneeenene 1503.01
Detailed description of invention............... 608.01(g)
Enablement (See also: Enablement) .............. 2164
English language.........cccocveiviiiiiiieeiiiice 608.01
Facsimile transmission...........cccocvevvieneennene 608.01
FONL. i 608.01
Format........oevvviviiiiiiiiiiis 608.01(a)
MUSEratioNS IN....covveiieiiecicee e 608.01

Incorporation by reference 601, 2163.07
2163.07(b), 2412, 2413.04, 2415.03, 2422.03

Interlineation prior to filing........ccccoceeeviinennns 608.01
Language faulty............cccoveneee. 608.01, 608.01(q)
MISSING PAGES. ..eereeiiiiiieeeeeiiiiee e 601.01(d)
New matter................ 608.04, 608.04(a), 2163.06
Omitted Pages.......occeeevveeereeeenneen. 217, 601.01(d)
Paragraph numbering....... 608.01, 608.01(g), 714
PartS....uuviiiiiiiiiiiei e 608.01(a)
Provisional application.............ccocceeiiueenne 601.01(b)
Reference characters corrected.................. 1302.04
Reissue application............ccccveeeeviiiiereee e, 1411
Requirements for........cccovveeeiiiiiieee e 2161
RetUM...coi e 608.01
REWIIEN.......eevieeie e, 608.01(g). _1302.02
SIGNAtUre......veeiee i 602.08(b)
Substitute, amendment including...... 714.19, 714.20
Substitute specification............. 608.01(q), 714.19,
714.20

Pre-Grant Publication.................... 502.05, 1120
Summary of invention...........c.ccoccoeeeennes 608.01(d)
Table submission on compact disc or via the USPTO
patent electronic system as ASCII text file.................
608.05(b), 2422.03(a)
Terminology basis for claims..... 608.01(0), 2163.07
Title of INVeNLION........ccveiiiii e, _606
Title of invention changed...........cc.ccocveeinineen. 606.01
Trademarks iN.......cccocvveiiienenie e 1512
Transfer to another application................... 608.01(t)

Written description (See also: Written description) ....
2163

Specimen, Composition of matter.................... 608.03
Specimen, Handling...........ccccccoiviiiienennnins 608.03(a)
Specimen, Plant application.............cccccoeveeinineen. 1607
Stamp

Office date..... 502, 505, 506, 710.01(a), 714.18
Statement applying the prior art in an ex parte
reeXamination............ceeeeiiiiiereee e a e 2217
Statement, Examiner's (See also: Action)
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Statement by inventors when changing inventorship — Statutes

Sec. No.
Public Law 108-453 Cited............ 804.03, 2136.01,
2146, 2146.01 2146.03
Public Law 112-29 Cited...... 210, 509.02, 509.04,

607, 1401, 1440, 1481.02, 1490, 2105,

Sec. No.
Statement by inventors when changing inventorship.....
201.03
Statement by owner in ex parte reexamination... 2249
Statement of allowability by Board.................. 1213.01
Statement of invention, coextensive with claims............
608.01(d)
Statement of invention, reviewed on allowance.............
1302.01

Statement, Prior art (See also: Prior art) .... 201.06(d),
609

Status inquiries

Congressional....
Maintenance fees.....cccccccceeeeeeeiiiii e, 2570
White HOUSE......cocoviiiiiiiiieiiieee e 203.08(a)
StatUS 1EHET....ceiiieiiiiie e 203.08
Status letter database..............cccceoeeeiiiiiiicinnns 203.08
Status of application...........cccccoecvvveieiiinnenn. 102, 203
Abandoned...........oeoiiiiiriiiei e 203.05
Allowed Or in ISSUE........ccceeeeiiiiiiiiiciiviiieies 203.04
Amended.........cccvieiiiii e 203.03
INCOMPIELE....cciiiiiiiiie e 203.06
International...............cocoociiiiiiie e, 1809
NEW...eeeeeiiie ettt ete e e 203.01
Parent patent application................. 2102, 211.01(b)
Priority Claims..........coooiiiiiii e 102
Published application
Referred to in foreign patent.............ccccceeeeeenene. 102
Rejected. ... 203.02
Statute of limitations
Citation of prior art..........cccceeeeeviiiiieneenn, ... 2204
Term of biological material deposit................... 2408
Time for requesting ex parte reexamination..... 2211
Statutes
Atomic Energy Act Cited..... 120, 140, 150, 2104,
2104.01
Freedom of Information Act................. 1002.02(k)(2)
Public Law 96-517................. 509.02, 2201, 2209
Public Law 97-247...... 509.02, 509.03, 711.03(c),
2265 2268
Public Law 98-622..........cccccveviieeeiiieennns 804, 2109
Public Law 103-182............... 715, 2132, 2138.02
Public Law 103-465......... 706.07(g), 707.05, 715,
715.07(c), 803.03, 804.02, 2132, 2138.02
Public Law 106-113............ 2146, 2146.01, 2201,
2273 2279 2601
Public Law 107-273 Cited............ 706.07(a), 2136,
2136.01, 2146, 2201, 2242, 2258.01, 2273,
2279 2601
Public Law 108-199 Cited..............ccocecvvvrnrnnns 2105
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2106.03, 2124.01, 2150, 2151, 2165, 2201,

2279 2601, 2801
Public Law 112-211............. 702, 711.03(c), 1402
Revised Statute of.........ccccceeeiiiiiieeieiiiiieee,
5 U.S.C. 552(8)...eueeeeereeiiereiiieesnireesieaesneeeeenes 2412
5 U.S.C. 6103(a) Cited
T US.C.2321.uuiiiiieeee e 1601
10 U.S.C. 140(c) Cited 120
15 U.S.C. 15(b) Cited.......cevevvveeeire e 101
15 U.S.C. 1127 Cited......ccccvveeeeiiiiereeeens 608.01(v)
17 U.S.C. 401 Cited....cveeeeeiiiieeieeeeieeeee e, 1512
17 U.S.C. 909 Cited................... 608.01, 608.01(w)
18 u.s.C. 1001
Cited.... 402.03, 410, 602.01, 602.01(a), 604,
715.04 716
Reproduced..........cccvvveeiiiiiiiee e 602
18 U.S.C. 1905 Cited......ceeeevvvrrieeeeeiiiieree e 101
18 U.S.C. 2071 Reproduced 101
18 U.S.C. 2331 ..ottt
20 U.S.C. 1000 Cited......ccceeeeeviireeeeesciireeennn,
26 U.S.C. 501 Cited...............
28 U.S.C. 1745 Cited......ccocvevvreeeciiee e
28 u.s.C.
(O 1= o SRR

35 U.S.C. 2 Reproduced
35 U.S.C. 3 Reproduced
35 U.S.C. 4 Reproduced

35 U.S.C. 6 Reproduced..........cccuvveveeeniirennnnnn. 1202
35 U.S.C. 7 Reproduced............cccveveeennns 901.06(a)
35 U.S.C. 8 Reproduced..........ccccuveereeenuennnn. 903.01
35 U.S.C. 21 Reproduced.......... 511, 513, 710.05
35 U.S.C. 22 Reproduced..........cccceeeeevnnnen.. 608.01
35 U.S.C. 25 Reproduced 602
35 U.S.C. 26 Reproduced 602

35 U.S.C. 27 Reproduced 711.03(c), 2268

35 U.S.C. 41 Reproduced..................... 2268, 2501
35 U.S.C. 42 Reproduced..........cccooveeennerennns 607.02
35 U.S.C. 100 Reproduced...........cccccevvuvvereeennnne 701
35 U.S.C. 101 Reproduced............ 201, 701, 804,
2104, 2107.01
35 U.S.C. 102 (pre-AlA) Reproduced......... 1504.02

2120, 2132, 2133, 2133.03(c), 2134, 2135,
2136, 2137, 2138, 2217, 2258, 2301.01

35 U.S.C. 102 Reproduced................... 2152, 2156
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Statutes — Statutes

Sec. No.

35 U.S.C. 102(e), former (pre-AlA) Reproduced.........
2136.03

35 U.S.C. 102(g) (pre-AlA) Reproduced...... 2301.01
35 U.S.C. 103 (pre-AlA) Reproduced.... 2141, 2146

35 U.S.C. 103 Reproduced.... 804.03, 2120, 2141,
2146 2146.01 2147

35 U.S.C. 104 (pre-AlA) Reproduced....... 715.07(c)
2301.01

35 U.S.C. 111 (pre-AlA) Reproduced............ 201.04
35 U.S.C. 111 pre-PLT (AlA) Reproduced.......... 601
35 U.S.C. 111 Reproduced........ 201, 201.04, 601
35 U.S.C. 112 (pre-AlA) Reproduced.... 2161, 2171
35 U.S.C. 112 Reproduced... 1504.04, 2161, 2171

35 U.S.C. 113 Reproduced..........ccccceecuueeeennn. 608.02
35 U.S.C. 114 Reproduced...........ccceeevvreennne 608.03
35 U.S.C. 115 (pre-AlA) Reproduced........ 602.01(b)
35 U.S.C. 115 Reproduced............c..cu...... 602.01(a)
35 U.S.C. 116 (pre-AlA) Reproduced........... 409.03
602.09

35 U.S.C. 116 Reproduced............ccveernverns 602.09
35 U.S.C. 117 Reproduced..... 409.01(a), 409.01(b)
35 U.S.C. 118 (pre-AlA) Reproduced............ 409.03
35 U.S.C. 118 Reproduced..........ccccceeevevvveeeenne 308
35 U.S.C. 119 Reproduced....................... 211, 213
35 U.S.C. 120 Reproduced..........cccceeevivriereannnne 211
35 U.S.C. 121 Reproduced............cc..ccnne. 802, 804
35 U.S.C. 122 Reproduced........ 101, 1120, 1122,
1123 1124 1132, 1134
35 U.S.C. 131 Reproduced.........ccccceeeviiviereennnne 701
35 U.S.C. 132 Reproduced........ 608.04, 706.07(h),
2304.04(b)

35 U.S.C. 133 Reproduced..................... 710, 2268
35 U.S.C. 134 Reproduced.........ccccceeeruvrvenennnne 1204
35 U.S.C. 135 (pre-AlA) Reproduced......... 2301.01
2304.02(c) 2310.01
35 U.S.C. 141 Reproduced...........cccceevurveenennne 1216
35 U.S.C. 142 Reproduced............ccceevverene 1216.01
35 U.S.C. 143 Reproduced..............c.ccueeee. 1216.01
35 U.S.C. 144 Reproduced.............coeuvueenen. 1216.01
35 U.S.C. 145 Reproduced...........ccceeruvverninennn. 1216
35 U.S.C. 146 Reproduced..........cccccveeeeevnnnnn... 1216
35 U.S.C. 152 Reproduced..........cccceeviirieeeannnne 307
35 U.S.C. 153 Reproduced...........ccceeruveerninennne 1309
35 U.S.C. 154 Reproduced................... 2701, 2730
35 U.S.C. 154, former, Reproduced.................. 2720
35 U.S.C. 156 Reproduced.. 2751, 2752, 2755.01,
2755.02, 2758, 2759, 2761
35 U.S.C. 161 Reproduced..................... 201, 1601
35 U.S.C. 162 Reproduced..................... 804, 1605

Index-99

Sec. No.
35 U.S.C. 163 Reproduced...........cccceeevuvreneennn. 1601
35 U.S.C. 164 Reproduced...........cccceeevivrennnnn. 1609
35 U.S.C. 171 Reproduced..... 201, 1501, 1504.01
35 U.S.C. 172 Reproduced......... 1504.02, 1504.10
35 U.S.C. 173 Reproduced................... 1505, 2950
35 U.S.C. 181 Reproduced...........cccceevvvrereeennnne 115
35 U.S.C. 182 Reproduced...........ccceerveeeiiineenns 140
35 U.S.C. 184 Reproduced...........cccceeruveeeeannnne 140
35 U.S.C. 185 Reproduced...........cccceevvvvereeennne 140
35 U.S.C. 186 Reproduced...........cccceevveeerineennns 140
35 U.S.C. 187 Reproduced...........cccceeruvueeeennnne 140
35 U.S.C. 188 Reproduced...........cccccovvvvereennnne 140
35 U.S.C. 251 Reproduced.. 1401, 1403, 1410.01,
1412.03 1451 2766
35 U.S.C. 251 (pre-AlA) Reproduced.............. 1401,
1410.01 2766
35 U.S.C. 252 Reproduced................... 1460, 2766
35 U.S.C. 253 Reproduced............ccceevveeennnnnn 1490
35 U.S.C. 254 Reproduced...........cccceeevuvvennannn. 1480
35 U.S.C. 255 Reproduced..........ccccceeevrvrennnnn. 1481
35 U.S.C. 256 Reproduced............ccccevunen. 1481.02
35 U.S.C. 256 (pre-AlA) Reproduced.......... 1481.02
35 U.S.C. 257 Reproduced.............. 2802, 2816.03
35 U.S.C. 261 Reproduced...........c.ccccecuvvereeennnne 301
35 U.S.C. 262 Reproduced...........cccceevuveeeeannnne 301
35 U.S.C. 267 Reproduced...........cccceovvvvereennnne 710
35 U.S.C. 293 Reproduced............ccccevnnneen.. 302.04
35 U.S.C. 294 Reproduced...........cccceviuveeeeannnne 311
35 U.S.C. 301 Reproduced.........cccccceevviuvvennnnn. 2202
35 U.S.C. 302 Reproduced...........ccccccevvuvvnnennnn. 2210
35 U.S.C. 303 Reproduced............ccceeevuvveeennn. 2240
35 U.S.C. 304 Reproduced.........cccccceeevrvrennnnn. 2246
35 U.S.C. 305 Reproduced................... 2254, 2261
35 U.S.C. 306 Reproduced................... 1216, 2273
35 U.S.C. 307 Reproduced................... 2288, 2293
35 U.S.C. 361 Reproduced............cccccevvuvvnnnnnnn. 1805
35 U.S.C. 362 Reproduced...........cccceeevuvvenennn. 1840
35 U.S.C. 363 Reproduced................ 201.01, 1810
35 U.S.C. 365 Reproduced.............c..ceeunneee.. 213.06
35 U.S.C. 371 Reproduced............c..couuueee.. 1893.01
35 U.S.C. 373 Reproduced............cceeruveernnnen. 1810
35 U.S.C. 374 Reproduced...........ccccccevvuvrnnnnnn. 1857
35 U.S.C. 381 reproduced..........ccccoevuvreeeannnnns 2908
35 U.S.C. 382, reproduced...........ccccevvvrennee 2905.01
35 U.S.C 383 Reproduced...........cccvveveeeiinnnnenn. 2909
35 U.S.C. 384, reproduced................... 2908, 2914
35 U.S.C. 386 Reproduced..................... 2920.05(d),
2920.05(e)
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Statutes — Summary of invention

Sec. No.
35 U.S.C. 387 Reproduced...........cccceevuvreeeennnne 2913
35 U.S.C. 389 Reproduced... 2920, 2920.05, 2950
42 U.S.C. 141 Cited.....ccoeereriiieneeeiee e 120
42 U.S.C. 181 Cited.......cverrririerireniee e 120
42 U.S.C. 2182 Reproduced..........ccccceevuveeeeannnne 150
51 U.S.C. 20135 Reproduced............cccuvvereeennnne 150
Statutory authority of Director............cccceevvveenen. 1001
Statutory bar......... 2120.01, 2133to _2133.03(e)(7),
2139.02 2152, 2152.05
Foreign application...........cccoceeeviieeinniennne 1504.02
OVercoming........ccceeeeeerveannn. 2133.02(a), 2152.06
Rule 1.131 not available........................... 715, 718

Statutory classes of invention, utility... 2104, 2106.03
2107

Statutory disclaimer (See also: _Disclaimer) _Terminal

disclaimer)

Sec. No.

Aggregation and...........ccccceeeiiiieiien e, 806.05(a)
Combination and..........cccccveevveiniieenieee 802.01
SPECIES. .. iiiii et 806.04(b)
Subgeneric Markush claims........ 803.02, 2173.05(h)
Subject matter, design patent............. 1502, 1504.01
Subject matter, nonstatutory.......... 2104, 2106.07(c)
Subject matter combinations........................ 903.02(b)
Submission of amendment or showing of facts after
Board deciSion...........ocoeveviviiinieesee e 1214.01

Submission of patents or publications, third party.........
1134.01

Submission to classification unit
Classification of application..... 909.01(d). 909.02(d)
Patentability report...........cccoceveviieeiniinenns 705.01(a)

Submission of prior art by applicant............. 707.05(b)

Submission of information by applicant....... 704.12(b),

704.14(b), 707.05(b)

Subpoena by court, Application file................ 1216.02

Subpoena of examiner..........cccceevveeevineennnne. 1701.01

Substantial new guestion of patentability

In ex parte reexamination....... 2201, 2214, 2216,
2240, 2242, 2244, 2246, 2247, 2258, 2258.01,

Statutory Invention Registration (SIR).......... 409.03()).
1100
Defensive publication compared.................... 711.06
EffECt Of v 1111
Publication of...........cooii 1111
Rejections USiNg........cccovvveerveeeininenn. 901.02, 2136
Statutory period (See also: Period for reply: Shortened
statutory period) ..........cccceeverrnenn. 710.01, 710.01(a)
Abandonment for failure to reply................... 711.02
711.02(a)
APPEAL ... 1205
Broadening claims in a reissue application... 1412.03
Computed.......ceeeeeeeee e 710.01(a)
Date from which period runs............ccccceeenee. 710.06
Date of abandonment...........cccccooeviiierne 711.04(a)
Full statutory period.........cccoccveeeeeeiiiiieieee e, 130
Not extendible..........cccccoevvviiiiiniiinee, 710.02(e)
Postal service emergency.........ccccceeeevcvveeeeeeinns 511
Property rights statement............cccccceevviiiieeenn. 150
Reexamination, ex parte ..................... 2265, 2272
Secrecy order application.............c.ccocevveeeeninns 130

Shortened statutory period (See also: _Shortened

statutory period)

Two periods for reply set............ 710.04, 710.04(a)
Stay of reexamination

Ex parte ..... 2283, 2284, 2285, 2286, 2286.01
Stay of reiSSUe......ccvvvevcieieiieeecieee 1442.02, 2285
Stockholm Revision, Paris Convention (See also:
Treaties) ...coccvvevveeeeiiieeeiieeee 213, 213.01, 213.05
Strasbourg Agreement (See also: Treaties) ......... 906
STIC (See also: _Scientific and Technical Information
Center (STIC)) wovvvieeeieieeeeee e 1730
Subcombination
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2802, 2809.01, 2811.02, 2816, _2816.01,
2816.02, 2816.03, 2817, 2818, 2818.01,
2818.02 2821
Substitute application (See also: Application)
ASSIGNMENT.....eiiiiiiee e 306
Does not carry ownership from parent............... 306
File wrapper/history notation...............cccceeeeeins 202
Substitute attorney or agent...........cccceeeeeeriiieeeennn. 406
Substitute oath............cccoveiii 602.02
Substitute Page.......ccccevvciiiiee e 714.20

Substitute specification.. 608.01, 608.01(q), 714.19,
714.20

Amendment incorporating..... 714, 714.19, 714.20

New matter........ccocvvviiiieiiiiieee e 608.01(q)
Sufficiency of disclosure affidavit............ 716, 716.09
‘Sufficient cause’ for extension of time in ex parte
rEEXaAMINALION...........evvvviiiiee e e e e e eeeens 2265
Suggested claims, Failure to make............ 2304.04(c)
Suggestion of allowable claims by examiner.................
707.07(j). 713.01
Suggestion of claims for interference......... 2304.03 to
2304.04(b)

Suggestion of claims for interference, time limit............

710.02(c)

Summary of action PTOL-326...........cccceeeeerininnnen. 707
Summary of interview............ccccccueee. 713.01, 713.04
Summary of invention.............ccccceeee e, 608.01(d)



INDEX

Sunday or holiday, effect on time for reply — Term, Patent

Sec. No.
Sunday or holiday, effect on time for reply............ 502,
502.01, 502.05, 505, 506.02, 510, 513, 710.05
Sunday or holiday, effect on reference........... 2133.01
2135.01 2139.02
Supervisory applications examiner................... 714.13

Supervisory patent examiner... 705.01, 707, 707.02,
708.03, 713.08, 714.05, 714.13, 714.16, 714.16(d),

714.16(e), 812.01, 1207, 1207.01, 1207.02,
1207.03 1211.01 1214.07
Petitions decided by.........cccccocveeiiniennnne. 1002.02(d)

Supervisory patent reexamination specialist.. 2212.01
2227, 2233, 2236, 2237, 2240, 2246, 2248,
2265, 2267, 2270, 2274, 2281, 2283, 2285,
2286, 2286.01, 2287, 2289, 2294, 2295

Sec. No.
After allowance...........ccccceviieneenn. 603.01, 714.16
REISSUE.....coiiiiieie e, 1414.03, 1451
Surface ornamentation..... 1502, 1502.01, 1503.02,
1504.01, 1504.01(a), 1504.01(c), 1504.03
Surrender of patent (not required)............ccee...... 1416
Suspension
Applicant’s request for.........ccveviiieiiiecinieee 709
Decided by............. 709, 1002.02(c), 1003, 1004
Deferral of examination.............cccccooeiieieeeniinnee. 709
Ex parte prosecution during interference..... 2307.03
Not permitted if outstanding Office action........... 709

Of action, because of litigation
Of action, by Office.......cccuveeiiiiiiiie e

Supervisory review, Rule 1 181.................... 711.03(d) Overlapping application...............oovoeeverevrnre,
Supplemental action............ccccueenee. 710.06, 714.05 Reexamination
Supplemental Amendment..............ccccceeeee 714.03(a)
Supplemental Application Data Sheet (ADS).... 601.05 709
Supplemental Examination...........cccoccvevveeennnen. 2800 E
AssigNmMeNt Of .......ooeieeiiiii e 2822 lo@
Consideration of request............. 2816.01, 2816.02 Secrecy order application................c.c.c.coeueuav.. 2306
Contents of determination.............c.c.cceeuee.. 2816.03 Supplemental REPIY........ovv.owverererrereeeerereeeee 709
Contents of request................... 281110 2811.02 Swearing back of reference (See also: _Affidavit or prior
Correspondence address........ 502, 502.05, 2805 invention to overcome a pre-AlA 35 U.S.C. 102 or 103
Ex parte reexamination ordered................ 2816.04, rejection(37 CFR 1.131))
2818.01 Symbols, Drawing..........ccceevevveeeeveieeeseeeeeneas 608.02
Duty of DIiSCIOSUIe........ccuvieiieiiiiiiiee e 2014
FEES..iiiiiiiiiie e 509.01, 2810, 2810.01
Filing date.......cccoovviieiieiiiiee e 2812.01
Format of papers.......ccccoieiieniiiieee e 2807
Handling of papers other than a request.......... 2813
HOW 1O file. ..o 2806
Inquiries from persons other than patent owner......... T
2803.01 2813 Tables submitted on read-only optical disc or via the
Item of information relied upon in the request... 2809 USPTO patent electronic filing system as ASCII text
Y e Co 1] SO 2821 file......... 608.05, 608.05(b), 2422.03, 2422.03(a)
MUILPIE. ... 2821 Technical documents...........ccooeninnnine. 901.06(a)
Procedures after conclusion........... 2818, 2818.01 Technical I’EjECtiOﬂS ............................................. 2120
2818.02 Technology Center Director (See also: _Director of
PUBIIC 8CCESS t0.....vieivereiieceereeeeeeceeie s 2803.02 Technology Center)
Representative of patent owner....... 2804, 2804.01 Telephone call, multiplicity rejection........... 2173.05(n)
TIME Or filiNG....cveveeeeeeeeeee e 2808 Telephone numbers.........cccoooiiiiiccc, 1730
WHO MY fil€....uevreeieireieiiieiiese s 2803 ATOINEY...ooi 408, 713.01, 714.01
Supp|ementa| Examination Certificate.... 2802, 2806 EXaMINET....uviiiiiiiiiieie e 707.08
2809.01, 2810, 2813, 2815, 2816, _2816.02, General information...........cccccocveiieniinicnnnns 1730
2816.03. 2816.04. 2817, 2817.01, 2818, 2818.01, Telephoning of attorney to examiner...... 408, 713.01
2818.02 o Term, Patent............oooooooreeerrrrrsreresese. 707.05, 2701
f;i’f‘g‘i‘e examiners answer............ 1207.05. 1211, Adjustment of.... 2701, 2710, 2730, 2731, 2732,
SESSes 2733, 2734 2736
Supplemental oath or declaration...............c.c........ 603 Determination of.................... 2733
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Term, Patent — Time period for owner’s statement

Sec. No.

Situations where not applicable..................... 804.03
Withdrawal Of..........ooviiiii e 1490
Terminology in application....... 608.01(g), _608.01(0),
1302.01 2175

Termination of proceedings...... 211.01(a), 211.01(b),
711.02(c)
Ex parte reexamination...... 2265, 2266.01, 2268,
2271, 2281, 2285, 2286.01, 2294

Trademark Search...............vvvveennn. 608.01(v), 1703
Test COMMENTS......ccovuiiiiiieiiee e 707.07(1)
Testamentary, Letters (See also: _Administrator or
EXECULON) .oiiiiiiiiiiee e 409.01(b)
Testimony, eXaminer.........c.occvvveeeeiiciiereeeenens 1701.01
Tests, comparative (See also: _Affidavits, traversing
rejections (37 CFR 1.132))
Third action Cases........ccccvviiieeieeiiiiiie e 707.02
Third party submissions/inquiries/correspondence in
published applications.............c..c.c..... 1134, 1134.01

Time and Activity Report.........ccoccceeevinen. 1704, 1705
Time for claiming benefit of earlier application.. 211.03
Time for deciding Director initiated reexamination.........

Sec. No.

Due care showing..........cccccveeiiiiieeeeeeeniieenn. 2734
Grounds for.......eeeeiieeiiiiiiiiie e 2730
Period Of.....c.uviiiiiii s 2731
Reductions t0........ccceeviiieeee e 2732
Request for reconsideration or reinstatement........
2730, 2732, 2733, 2734
Third party Papers.......ccccocveeerceeeiieeesiieeens 2736
Continued prosecution application........ 2730, 2732
Deposit of biological material..............ccccvveeen. 2408
... 1502.01, 1505
....................................................... 201.06
Extension under 35 U.S.C. 156
FDA regulatory review and............ 2750to 2766
Deadline......c.cccoceeveverennee. 2754.01, 2754.02
Duty of disclosure and........... 2762, 2762.01
Petition for stay in processing................. 2765
Interim extension.............. 2755.01, 2755.02
REISSUEB.....uiiiiiiiiieieee e, 2766
Specific Products
Animal drugs.......... 2750, 2751, 27583,
2757 2758
Antibiotic drugs.................... 2751, 2758
Color additives ................. 2750, 2751
2754.01 2758
Food additives........ 2750, 2751, 2753,
2754.01 2758
Medical devices...... 2750, 2751, 2753,

2758
Veterinary Biological Products........ 2750
2751 2756 2758
Third party papers.......c.ccccoveieeeeeiicinnn. 2763
Withdrawal..............oovvvvieeeeeennnn. 2761, 2764
FOreign......veve e 901.05
Transitional practice.................... 706.07(g). 803.03
ULIIEY e 2710
Terminal disclaimer (See also: Disclaimer) ........ 1490

Avoiding/obviating double patenting issues... 804.02
806.04(i), 1490, 2146.03, _2146.03(a). 2158

Certificate of correction and.................. 2701, 2720

Common ownership or joint research agreement.......
1490

Continued Prosecution Application (CPA)........ 1490
Continuing applications.............ccceevvveeriieeennee. 1490
Copending applications procedure................... 1490
Forms and form paragraphs...........ccccceeeviinneen. 1490
Request for Continued Examination (RCE)...... 1490
Reissue........ 1402, 1410.02, 1411, 1451, 1490
Required for revival..........cccoeeeiiiiiienennn. 711.03(c)
Signature in.........ccceeee.e 402.03, 403.01(a), 1490
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2211, 2239
Time for deciding reexamination request............. 2241
Time for filing papers, right of priority.............. 214.01
215.02, 215.03
Time for filing petitions...........ccccooevieie i 1002
Time for requesting reexamination

EX parte ... 2210, 2211

Time for reply (See also: Period for reply) ..... 702.01,
710

Time for reply to action in reexamination
EX PArte oo 2263
Time limit.......ccocooovveeiiieiecieeee, 710.02, 710.02(c)
For making suggested claims.................... 710.02(c)

International preliminary examination report (IPER)...
1879.01

International search report (ISR)................. 1843.05
Period for reply........cccoeiiciieiee i 710
Permanent ink COPY........ooovuveeeeriiiiieieesiiiee, 714.07
Prior art filing........cooeeevieen e, 2204
Reply to final rejection.........cccccceeevvivieneennn. 706.07(f)
Restriction requirement...........ccccoocuveeeeiiniiinenen. 811
Rewrite claims following Board decision...... 1214.06

Shortened statutory period compared to...... 710.02,

710.02(b), 710.02(d)
Statutory period...........ccoeeeeeennens 710.01, 710.01(a)
Transfer of application............ 909.01(d). 909.02(d)
TWO periods running......cccceeeeeevveeeeeeiiciveneeenn 710.04
Time period for owner’s statement...................... 2249



INDEX

Time reporting — Treaties

Sec. No.

TiMe rePOrtiNG....cccvvvieeeeieiiiieeeeeiirier e e s e e e 2238

Time to pay maintenance fees..........cccccecvveeeenne 2506

Timely submission of protest.............ccccceen. 1901.04

Title conveyed by assignment 300

Title documents, handling.........ccccocovevieeinienenee 317

Title of invention.............c.cccocu..... 606, _1893.03(e)(1)
Design application.................. 1503.01, 1504.01(a)

Amendment Of........cccoviiiiiiiiiiiee e 1503.01
Use of Trademarks in.........ccccooviiieeieininennn. 1512
International application............ccccceeeviiiiireeeenns 1821
Plant patent application.............ccccoeeveerineennne. 1610
Reviewed at issue 606.01, 1302.01

Title rePOrt.. ..o 320, 2287

Titles of USPTO Officials.........ccceevvvieiiieeiiiiee e,

Title with signature............occcccciiiiiineeenns 602.08(b)

Trade secret material...........cccccoeveeennne 724to 724.05
Completeness of file wrapper...........c.ccccen... 724.01
Materials submitted covered by 35 U.S.C. 122...........
724.04(a)

Method of submitting..........ccccoeeviiiieeeiiieennns 724.02
Office treatment and handling........ 724.04, 724.06

After publication..........cccccceeiiiieniis 724.04(a)
Petition to expunge materials...........cccoccveeenee 724.05
Reexamination under 37 CFR 1.11(d)....... 724.04(c)
Reissue under 37 CFR 1.11(b)................. 724.04(b)
TYPES Of e

Trade secret submission label

Trademark and trade name.....

2175 1
Design patent, relationship t0..........cccccceeveueeee. 1512
Misuse in patent specification................... 608.01(v)

Trademark Manual of Examining Procedure.................

Trademarks, Partial list Of........ccccooveiiiiiiiiiiiiiiieieeeeen 1

Transfer of application
After amendment...........cccceeeviiieeee e, 909.01(c)
Allowable application.............ccccveeeiiiiiiereennnns 1305
Divisible inventions............cccoceveviien e 812
Interference........ccccceeviiiii e 2304.01(b)
NEW...eeeeiiiieeiiee e seee e 909.01(a), 909.02(a)
Primary examiner’s authority......................... 909.02
Procedure........... 909.01(d), 909.02(a), 909.02(d)
Secrecy order application............ccccooveeeriieeennee. 130

Transfer of class or subclass of design patents.............

903.05

Transfer of drawing...........cccceeeeiiiiieieeeininne. 608.02(i)

Transfer of reexamination
EX PArte ..oooooiiiiiiiiiiiierer e 2237

Transfer of rights to patent or application........ 509.02

509.04(a). 509.04(b)

Index-103

Sec. No.

Transfer of specification prohibited................ 608.01(t)
Transfer of U.S. design patent............ccccoeouveee. 903.05
Transitional application (See also: Application)
After final practice...........ccccovvvviiiieiiniiens 706.07(q)
Generic claim allowable..............c.cccocoee. 803.03(b)
Linking claim allowable...............c.ccoceee. 803.03(a)
Patent term......coooeeeiiee e 2701
Restriction practice...........cccoevvieviieeiiiieene. 803.03
Transitional phrases.........cccccceiviieieeiiiiiieenen. 2111.03
“Characterized by”........ccccooviiiiiiiiie. 2111.03
“Composed Of.....occeeeiiieeee e 2111.03
“Comprising”.......cccceeeeeeeeneeenns 2111.03, 2173.05(h)
“Consisting essentially of”..........c.ccoocveennee. 2111.03
“Consisting of”.........cccoeeeenennn. 2111.03, 2173.05(h)
“CoNtaiNINg”.....c.veeeeee e 2111.03
Translation, foreign application or foreign priority
dOCUMENT.....eoiiiiieiiiie e 214, 215, 216
Translations index in STIC............cccccvveineenn 901.06(a)
Translators in the U.S. Patent and Trademark Office.....
901.05(d), 901.06(a)

Transmission, certificate of (See also: _Certificate of
mailing or transmission (37 CER 1.8))

Transmittal Fee, PCT.......cvveeeeieiieiiieieiiieeee e 1827
Traverse, answer all matters..........ccoceeevvunneeee 707.07(f)
Traverse, division or species requirement............ 818,
821.01 821.02
Traverse, rejection of linking claim............... 818.01(d)
Treaties
Benelux Designs Convention (See also: _Design
application) ........ccccceeeeeiiiiiiieneens 213.01, 1504.10
Budapest Treaty (See also: Biotechnology)
Microorganisms) ......... 901.05(b), 2402, 2404.01,

2405, 2407.05, 2408, 2409, 2410.01, 2410.02,
2411.01

European Community Design............c...c..... 1504.10
European Patent Convention..............ccc........ 901.05
GATT ittt 2138.02
Hague Agreement (See also: Design application) .....
213.01 1504.10 Chapter 2900
Hague Convention................. 409.01(b), 602.04(a)
NAFTA.. 201.04, 715, 715.07(c), 2132, 2138.02
Paris Convention............cccceeveeivvnnneens 213, 1502.01
Patent Cooperation Treaty (PCT)..... 1502.01, 1800,
Al, T
Patent Law.......ccccovvvieiiiiiiiiei e, 702
Strasbourg Agreement...........ceeeeviiieeieeiiciieeeeenns 906

UPQV Convention (See also: Plant patent) .... 1612,
1613

Uruguay Round Agreements Act (URAA)..... 201.04
715, 715.07(c), 804, 2701, 2720, 2730, 2132
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Trial Proceedings, Duty to disclose — Waiver

Sec. No.
Trial Proceedings, Duty to disclose..................... 2001
2001.06(c)
TRIPS Agreement (Trade-Related Aspects of Intellectual
Property)..ccuee et 1801
TUDEIS. ..o 1601

Twenty year term (See also: Term, Patent)
Two month delay period in reissues

Two periods for reply running............cccccceeeeueee

TyPe foNt..ccveeeiecceeee, 608.01, 1504.01(a)
U

Unavailable inventor................ 409, 409.02, 409.03

Undelivered mail...........ccccceeeeeeeenenn. 707.13, 1303.02

Undue breadth rejection.... 2164.08, 2166, 2173.04,
2173.05(h)

Unexpected results (See also: _Affidavits, traversing

rejections (37 CFR 1.132)) .....c.ccceeee. 716.02to 716
Unintentional abandonment (See also: _Abandonment)
United Kingdom priority document......... 213.03, 216
United States Code (See also: Statutes)
Unity of invention................ 803, 823, 1850, 1875,
1893.03(d)

University or other institution of higher learning............
509.02 509.04(b)
Unlocatable Patent or Application Files............ 508.04
Unscheduled cloSing..........ccuvevieiiiiieneeniieeee. 213.03
Unsigned amendment 711, 714.01(a)

Untimely filed (premature) paper prior to order for ex
parte reexamination.............cccceveeeeiiiiiee e e e s 2225

Untimely response to ex parte reexamination..... 2267
UPQV Convention (See also: _Plant patent) _Treaties)
................................................................. 1612, 1613
Uruguay Round Agreements Act (See also: _Treaties)
....... 201.04, 715, 715.07(c), 2701, 2720, 2730,

USE ClaimsS.....ccoeeeieeeeee e 2173.05(q)
Use, Public  (See  also: Public  use)
USEI PASS..iiiiiiiiiiieieeeeieie et ee e e e 510

USPTO Contact Center
USPTO Patent Electronic Filing System..... 708.02(a)
708.02(b), 713.01
Utility, disclosure in drug cases..... 2107.03, 2164.06,

2164.06(a) 2164.07

Utility requirement guidelines............ccccceeveineeen. 2107

Legal precedent for..............c........ 2107 to 2107.03
Rev. 01.2024, November 2024

Index-104

Sec. No.

Relationship of enablement to..................... 2164.07
Utility lacking, rejection 2104, 2107
Utility model.........ooovviiniiiiiieecc 901.05(b)
Utility patent (See also: _Design application) _Patent)
Plant patent) ........ccccevveiiiveneennnns 901.04, 1502.01
Application publication....................... 1120to 1135
COPIES Of i 707.05(a)
Copyrighted material in.............ccceecveennee 608.01(w)
Design patent compared t0..........cccceeeernne 1502.01
Double patenting.........cccocveeeiiiieniieeenieee e 804
Drawings / Photographs.............. 608.01(f), 608.02
Elements Of ... 600
Expiration date or term............. 1730, 2211, 2250
Maintenance fees.........cccovviieieniiciiccieenn 2506
Period of enforceability......................... 2204, 2211
SpPeCIfication.........ccceviieieiiii e 608.01

Utility required..... 608.01(p), 2104, 2107, 2164.07

\Y,

Vague and indefinite rejection (See also: _Indefinite
claim

Validity of patent, examiner comments................ 1701
VENUE....uuiiiii et eeeeaaaee 602.01
Video conference CeNter...........ccovvvvvvvvveeeeeenenns 713.01

Violation of duty of disclosure (See also: _Duty of
disclosure)

AFFECE. e 2016
Argued in protest.........cccceeeuneeen. 1901.02, 1901.06
REISSUE....uueiiiieeieeeeeeee e 2012
Visitors t0 OffiCe.......eeviiiiieiiiiicceee e 510
Voluntary publication............cccccceeeuee 502.05, 1133
w
Waiver
Of confidentiality..... 103, 201.06(d), _1002.02(k)(1)
Of patent owner's statement................. 2246, 2249

Of deficiencies in oath or declaration.... 602.01(c)(3),
602.03



INDEX

Waiver — (No Entry)

Sec. No.

Of patent rightS..........ccooveeeiiiiienennn. 711.06, 1111
Of rules..... 201.03, 402.10, 602.01(c), 711.03(c),
724.06, 803.04, 1002, 1002.02(b), 2248, 2265,
2288

Sec. No.
Withdrawal of terminal disclaimer....................... 1490
Withhold from issue petition....................... 1002.02(c)
Witness, EXaminer as.........ccceeeeeeevveereeevneneeenn. 1701.01
World Trade Organization member countries.... 213.01
World Wide Web address.........c..c.cccoevvvvieeeeennnn. 1730
Writing, Disclosures must be in...................... 2002.02

Written description (See also: _Specification) ..... 2163,
2166

Amendments supported by original description..........
2163.07

Walk-up customer window......... 501, 502, 2413.03,
2433
Washington D.C. representatives of attorneys....... 408
WebEX (See also: Interviews) ..........ccccceeeueeee. 502.03
When disclosure is made..........c.cccevvveeinineennnen. 2003
White House inquiry..........ccccooeeveeeeceeenennn. 203.08(a)
Who has duty to disclose.........ccccoeiieeieennnns 2001.01
WIPO......ooviieiine 213.01, 214.04, 901.04, 1801
WIPO Sequence TOOL........ccocuveiiieeeiiiiee e 2418
WIPO Standards
ST B 901.05(b), 1851
ST. L0ttt 901.05(b)
ST. 14 707.05(e). 901.05(b)
ST. 16 901.05(b), 1851, 2424.03
ST.25...ccccunee. 1823.02, 1848, 2422to 2422.04,
2422.06, 2422.07, 2422.08, 2423to 2431, 2433,
2434 2435
ST. 26..cccveunene 1823.02, 1848, 2412to 2419.03
ST, B 901.05(b)

Withdrawal from appeal after remand by Board............

1002.02(d)

Withdrawal from issue........................ 1303.01, 1308
Amendment crossing allowance.................... 714.15
Director’s approval...........ccccceeeevcvvennnn. 1003, 1308
Petition for.............. 1002.02(b), 1002.02(c), 1308
Quality REVIEW.......ccoviieiiiiiiriiee e 1308.03
Refund of fee......ccooviviiii e, 1308.01

Rejection........cceveeiiiiiiieeeeee 706.04, 1308.01
Withdrawal of abandonment (See also: Abandonment)
Petition)

Withdrawal of appeal.........c.ccocovvieeeiiiiienee. 1215.01

Withdrawal of appeal by cancelling a claim.... 1214.05
1215.03

Withdrawal of attorney (See also: _Attorney or agent)

Power of attorney) ......... 402.06, 1002.02(s), 1808,
2223 2560
Withdrawal of claims

To nonelected invention.... 821.01, 821.02, 821.03
To nonelected species....................

Withdrawal of final rejection
Premature final.................cocoociiiiiiies
Primary decides..........ccoovvviiiiieiiiieiee e

Withdrawal of holding of abandonment (See also:
Abandonment) Petition) ........... 711.03(c), 711.04(c)

Withdrawal of power of attorney in patent........... 2223

Index-105

Inherent function, theory or advantage...................
2163.07(a)
Incorporation by reference......... 217, 608.01(p).
2163.07(b)

Burden on the examiner..........ccccoceeceenins 2163.04
Changes to scope of claims............cccceeee.n. 2163.05
Circumstances when issues arise............... 2163.03
Design application..................... 1503.01, 1503.02,
1504.01(a), 1504.04
Form paragraphs used to reject...........ccccceennee 2166
Guidelines for compliance.............cccccvveeiennee. 2163
NEW MALLEr.......ccvviiiriiiiiiie i 2163.06
Requirements for compliance...................... 2163.02
Support for claimed subject matter............... 211.05,
2163.01
Corresponding to count in interference........ 2163.03
X
X series of patents (See also: Patent) ............ 901.04
Y
(No Entry)
z
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