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2801 Introduction [R-11.2013]

Supplemental examination became available on
September 16, 2012, as a result of new section 257
of Title 35, United States Code, which was added
by Public Law 112-29, enacted on September 16,
2011, known as the Leahy-Smith America Invents
Act (AlA). Supplemental examination provisions of
the AIA provide a patent owner with a mechanism
to request that the Office consider, reconsider, or
correct information believed to be relevant to the
patent. The rules of practice in patent cases relating
to supplemental examination were promulgated on
August 14, 2012, at 77 Fed. Reg. 48828-48853.

Unlike ex parte reexamination practice, the
information that the patent owner may request to be
considered, reconsidered, or corrected in a
supplemental examination proceedingisnot limited
to paents and printed publications. The
"information™ may include any information that the
patent owner believes to be relevant to the patent.
For example, the information may include not only
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apatent or ajourna article, but also asalesinvoice,
or a transcript of an audio or video recording. In
addition, the information submitted as part of a
reguest for supplemental examination may involve
any ground of patentability, such as, for example,
patent eligible subject matter, anticipation, public
use or sale, obviousness, written description,
enablement, indefiniteness, and double-patenting.
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The flowchart below shows the general procedure
for asupplemental examination proceeding, and for
an ex parte reexamination proceeding
initiated/ordered as a result of a supplementa
examination proceeding.
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2802 Supplemental Examination [R-11.2013]

35 U.S.C. 257 Supplemental examinationsto consider,
reconsider, or correct information.

(8) REQUEST FOR SUPPLEMENTAL
EXAMINATION.—A patent owner may request supplemental
examination of apatent in the Office to consider, reconsider, or
correct information believed to be relevant to the patent, in
accordancewith such requirements asthe Director may establish.
Within 3 months after the date a request for supplemental
examination meeting the requirements of this section isreceived,
the Director shall conduct the supplemental examination and
shall conclude such examination by issuing a certificate
indicating whether the information presented in the request
raises a substantial new question of patentability.

(b) REEXAMINATION ORDERED.—If the certificate
issued under subsection (@) indicates that a substantial new
question of patentability israised by 1 or more items of
information in therequest, the Director shall order reexamination
of the patent. The reexamination shall be conducted according
to procedures established by chapter 30, except that the patent
owner shall not have the right to file a statement pursuant to
section 304. During the reexamination, the Director shall address
each substantial new question of patentability identified during
the supplemental examination, notwithstanding the limitations
in chapter 30 relating to patents and printed publication or any
other provision of such chapter.

(c) EFFECT—

(1) IN GENERAL.—A patent shall not be held
unenforceable on the basis of conduct relating to information
that had not been considered, was inadequately considered, or
wasincorrect in aprior examination of the patent if the
information was considered, reconsidered, or corrected during
a supplemental examination of the patent. The making of a
reguest under subsection (@), or the absence thereof, shall not
be relevant to enforceability of the patent under section 282.

(2) EXCEPTIONS.—

(A) PRIORALLEGATIONS.—Paragraph (1) shall
not apply to an allegation pled with particularity in acivil action,
or set forth with particularity in a notice received by the patent
owner under section 505(j)(2)(B)(iv)(I1) of the Federal Food,
Drug, and CosmeticAct (21 U.S.C. 355(j)(2)(B)(iv)(l1)), before
thedate of asupplemental examination request under subsection
(@) to consider, reconsider, or correct information forming the
basis for the allegation.

(B) PATENT ENFORCEMENT ACTIONS.—In
an action brought under section 337(a) of the Tariff Act of 1930
(19 U.S.C. 1337(a)), or section 281 of thistitle, paragraph (1)
shall not apply to any defense raised in the action that is based
upon information that was considered, reconsidered, or corrected
pursuant to asupplemental examination request under subsection
(a), unlessthe supplemental examination, and any reexamination
ordered pursuant to the request, are concluded before the date
on which the action is brought.

(d) FEESAND REGULATIONS—
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(1) FEES—TheDirector shall, by regulation, establish
fees for the submission of arequest for supplemental
examination of apatent, and to consider each item of information
submitted in the request. If reexamination is ordered under
subsection (b), fees established and applicableto ex parte
reexamination proceedings under chapter 30 shall be paid, in
addition to fees applicable to supplemental examination.

(2) REGULATIONS.—The Director shall issue
regulations governing the form, content, and other requirements
of requests for supplemental examination, and establishing
proceduresfor reviewing information submitted in such requests.

(e) FRAUD.—If the Director becomes aware, during the
course of a supplemental examination or reexamination
proceeding ordered under this section, that a material fraud on
the Office may have been committed in connection with the
patent that isthe subject of the supplemental examination, then
in addition to any other actions the Director is authorized to
take, including the cancellation of any claimsfound to beinvalid
under section 307 as aresult of areexamination ordered under
this section, the Director shall also refer the matter to the
Attorney Generd for such further action asthe Attorney General
may deem appropriate. Any such referral shall be treated as
confidential, shall not be included in thefile of the patent, and
shall not be disclosed to the public unless the United States
charges a person with a criminal offense in connection with
such referral.

(f) RULE OF CONSTRUCTION.—Nothing inthissection
shall be construed—

(1) to precludetheimposition of sanctions based upon
criminal or antitrust laws (including section 1001(a) of title 18,
thefirst section of the Clayton Act, and section 5 of the Federal
Trade Commission Act to the extent that section relatesto unfair
methods of competition);

(2) tolimit the authority of the Director to investigate
issues of possible misconduct and impose sanctions for
misconduct in connection with matters or proceedings before
the Office; or

(3) tolimit the authority of the Director to issue
regulations under chapter 3 relating to sanctions for misconduct
by representatives practicing before the Office.

35 U.S.C. 257(a) provides that supplementa
examination may be requested by the patent owner
to consider, reconsider, or correct information
believed to be relevant to the patent in accordance
with requirements established by the Office. The
information presented in arequest for supplemental
examination is not limited to patents and printed
publications, and may include, for example, issues
of patentability under 35 U.S.C. 101 and 112. Within
three months of the receipt of a request for
supplemental examination (meeting the requirements
of 35 U.S.C. 257 including the requirements
established by the Office), the Office shall conduct
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a supplemental examination and conclude the
supplemental examination proceeding with the
issuance of a supplemental examination certificate.
The supplemental examination certificate shal
indicate whether the items of information presented
in the request raise a substantial new question of
patentability.

If the supplemental examination certificate, issued
under 35 U.S.C. 257(a), indicates that a substantial
new question of patentability is raised by one or
more items of information in the request for
supplemental examination, the supplemental
examination certificate will indicate that ex parte
reexamination will be ordered by the Office. The
resulting ex parte reexamination proceeding will be
conducted according to ex parte reexamination
procedures, except that the patent owner does not
have the right to file a statement pursuant to 35
U.SC. 304, and the basis of the ex parte
reexamination is not limited to patents and printed
publications. Each substantial new question of
patentability identified during the supplemental
examination proceeding will be addressed by the
Office during the resulting ex parte reexamination
proceeding. See 35 U.S.C. 257(b).

35 U.S.C. 257(c) specifies the effect of a
supplemental examination under 35 U.S.C. 257(a)
and any resulting ex parte reexamination under 35
U.S.C. 257(b)on the enforceability of the patent.

35 U.S.C. 257(d)(1) provides the Director with
authority to establish fees for filing a request for
supplemental examination and for considering each
item of information submitted with the request. If
ex parte reexamination is ordered under 35 U.S.C.
257(b), 35 U.S.C. 257(d)(1) also establishesthat the
fees applicable to ex parte reexamination must be
paid in addition to the fees for supplemental
examination. 35 U.S.C. 257(d)(2) provides the
Director with authority to establish regulations
governing the requirements of a request for
supplemental examination, including its form and
content.

In accordance with 35 U.S.C. 257(e), if the Office
becomesaware, during the course of asupplemental
examination or ex parte reexamination ordered
under 35 U.S.C. 257, that a material fraud on the
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Office may have been committed in connection with
the patent that is the subject of the supplemental
examination, the Office shall refer the matter to the
U.S. Attorney General, in addition to any other
actions the Office is authorized to take, including
the cancellation of any claims found to be invalid
under 35 U.S.C. 307 as a result of ex parte
reexamination ordered under 35 U.S.C. 257. The
Office anticipates that such instances will be rare.
The Office regards the term “material fraud” in 35
U.S.C. 257(e) to be narrower in scope than
inequitable conduct as defined by the U.S. Court of
Appealsfor the Federal Circuitin Therasense, Inc.
v. Becton, Dickinson & Co., 649 F.3d 1276 (Fed.
Cir. 2011).

Nothing in 35 U.S.C. 257 precludes the imposition
of sanctions based upon criminal or antitrust laws
(including 18 U.S.C. 1001(@)), the first section of
the Clayton Act, and section 5 of the Federal Trade
Commission Act to the extent that section relates to
unfair methods of competition. See 35 U.S.C.
257(f)(2). Section 12 of the AIA sets forth rules of
construction, providing that 35 U.S.C. 257 shall not
be construed to limit the authority of the Office to
investigate issues of possible misconduct and impose
sanctions for misconduct involving matters or
proceedings before the Office, or to issueregulations
under 35 U.S.C. 32 or 35 U.S.C. 33 relating to
sanctions for misconduct by patent practitioners.
See 35 U.S.C. 257(f)(2) and 35 U.S.C. (f)(3).

2803 PersonsWho May File a Request for
Supplemental Examination [R-11.2013]

37 CFR 1.601 Filing of papersin supplemental examination.

(a) A request for supplemental examination of a patent
must befiled by the owner(s) of the entireright, title, and interest
in the patent.

*kkk*k

Only a patent owner may file a request for
supplemental examination of apatent. See 35 U.S.C.
257(a) and 37 CFR 1.601(a). The statute does not
authorize the Office to accept a request for
supplemental examination from a party who is not
the patent owner. For example, a party who merely
states that it is an exclusive licensee or that it is a
person with sufficient proprietary interest under 35
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U.S.C. 118 is not €ligible to file a request for
supplemental examination.

The request must be filed by the owner(s) of the
entireright, title, and interest in the patent. A request
for supplemental examination must include an
identification of the owner(s) of the entireright, title,
and interest in the patent requested to be examined,
and asubmission by the patent owner in compliance
with 37 CFR 3.73(c) establishing the entirety of the
ownership in the patent requested to be examined.
See 37 CFR 1.610(b)(9). This is because the terms
of apatent may be changed (e.g., by cancellation or
amendment of the claims) during any ex parte
reexamination proceeding that may be ordered as a
result of the supplemental examination proceeding,
and this change must be binding on all partieshaving
an ownership interest in the patent. Furthermore, the
Office has consistently required that all parties
having an interest in a patent are deemed “ a patent
owner” as a composite entity and must act together
in proceedings before the Office. See MPEP 88 301
and 324. This is also consistent with ex parte
reexamination practice, which requires a patent
owner requester of an ex parte reexamination to
comply with the provisions of 37 CFR 3.71 and 37
CFR 3.73 for establishing an assignee’sright to take
action when submitting a power of attorney. See
MPEP § 2222.

The Office may, under rare circumstances, permit
less than al of the owners to file a request for
supplemental examination if a grantable petition
under 37 CFR 1.183 requesting waiver of the
provisions of 37 CFR 3.71 and 37 CFR 3.73(c) is
filed. For example, such a petition may be filed in
the case of a deceased or |legally incapacitated joint
owner, or where the joint owner refuses to join or
cannot be found after diligent effort. See MPEP §
409 et seq. In the case of adeceased joint owner, the
heirs, administrators, or executors of the joint owner
may be permitted to join in filing the request for
supplemental examination. If one of the ownersis
legally incapacitated, the legal representative of the
joint owner may be permitted to join in filing the
request for supplemental examination. If a joint
owner refusesto sign or cannot be found or reached
after diligent effort, the remaining owners must
include, in the petition, proof of the pertinent facts,
a showing that such action is necessary to preserve
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the rights of the parties or to prevent irreparable
damage, and thelast known address of al of thejoint
owners. Finaly, if an owner of al or a portion of
the entire right, title, and interest of the patent isan
organization that is dissolved, the Office may require
that a determination of the ownership of the patent
be obtained from a court of competent jurisdiction
prior to accepting and according a filing date to a
reguest for supplemental examination.

A legal representative of the patent owner may file
arequest for supplemental examination on behalf of
the patent owner. See MPEP § 2804.

2803.01 Inquiriesfrom Persons Other Than
the Patent Owner [R-11.2013]

37 CFR 1.601 Filing of papersin supplemental examination.

*kkk*k

(b) Any party other than the patent owner (i.e., any third
party) is prohibited from filing papers or otherwise participating
in any manner in a supplemental examination proceeding.

*kkkk

37 CFR 1.601(b) prohibits third parties from filing
papers or otherwise participating in any manner in
asupplemental examination proceeding. In addition,
because only the patent owner can file the request
for supplemental examination, third party
participation is prohibited in any ex parte
reexamination ordered under 35 U.S.C. 257 and 37
CFR 1.625, pursuant to ex parte reexamination
practice.

Office personnel, including both the examining and
the technical support staff, should not enter into a
discussion with, or answer inquiries from, third
parties (i.e., parties who are not the patent owner)
regarding a supplemental examination proceeding.
A party who is not the patent owner should be
referred to the Central Reexamination Unit (CRU)
Supervisory Patent Reexamination Specidist (SPRS)
in the art unit of the assigned examiner. Only
guestions on strictly general procedural matters
regarding supplemental examination, i.e., not
directed to any specific supplemental examination
proceeding, may be discussed by the CRU SPRS

with that party.
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Employees of the Office, particulally CRU
examiners who have conducted a supplemental
examination proceeding that has been concluded,
should not discuss or answer inquiries from any
person outside the Office as to whether a certain
reference or other particular evidence was considered
during the proceeding, and whether that reference,
or other evidence, would have been determined to
rai se asubstantial new question of patentability, had
it been considered during the proceeding. Patent
practitioners (or other members of the public) must
not address improper inquiries to members of the
patent examining corpsand to the Officeasawhole.
Inquiriesfrom members of the public relating to the
matters discussed above must, of necessity, be
refused and this refusal should not be considered
discourteous or an expression of opinion by the
Office as to the validity, patentability, or
enforceability of the patent.

The definitions set forth in 37 CFR 104.1 and the
exceptionsin 37 CFR 104.21 are applicable to this
section.

2803.02 Public Access [R-11.2013]

The Office does not intend to provide the public with
access, by Public PAIR or otherwise, to a request
for supplemental examination, or to any papers or
information submitted as part of or accompanying
the request, until the request is granted afiling date
by the Office.

After afiling date has been accorded the request,
supplemental examination files are open to
inspection by the genera public by way of Public
PAIR which is available on the USPTO's Internet
site, www.uspto.gov. See MPEP § 2232 (access
guidance for PAIR). Copies of non-patent literature
(NPL) cited in the proceeding, however, will not be
available via Public PAIR and must be ordered as
set forth bel ow.

If a copy of the supplemental examination file or
NPL cited in the proceeding is desired, it may be
ordered from the Document Services Division of the
Office of Public Records (OPR) upon payment of
the applicabl e fee after the request for supplemental
examination has been granted afiling date.
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Orders for such copies must indicate the control
number of the proceeding and should be addressed
asfollows:

Mail Stop Document Services

Director of the U.S. Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

In addition, after the request for supplemental
examination has been granted afiling date, arequest
for a copy of the file may also be sent via email to:
dsd@uspto.gov, and the fee for the copy may be
charged to a credit card or deposit account.

2804 Representative of Patent Owner
[R-11.2013]

Where an attorney or agent files arequest on behal f
of a patent owner, he or she may act under a power
of attorney under 37 CFR 1.32, or in arepresentative
capacity under 37 CFR 1.34. In order to act in a
representative capacity under 37 CFR 1.34, an
attorney or agent must provide hisor her registration
number, name, and signature. In order to act under
apower of attorney from apatent owner, an attorney
or agent must be provided with a power of attorney
by the patent owner. Pursuant to 37 CFR 1.32(c) a
“power of attorney may only name as representative”’
either one or more inventors or registered patent
practitioners. Thus, an attorney or agent representing
a patent owner must be a registered patent
practitioner. A patent owner may not be represented
during a supplemental examination proceeding or
any resulting ex parte reexamination proceeding by
an attorney or other person who is not registered to
practice before the Office.

Any correspondence from the Office will be
directed to the patent owner at the address
indicated in _the file of the patent for which
supplemental examination isrequested, pursuant
to 37 CFR 1.33(c), regardless of the address of
the person filing the request . If the patent owner
wishesthe Officeto direct correspondence regarding
the supplemental examination proceeding to an
address other than the officia correspondence
address of record in the file of the patent, then the
patent owner must file a change of correspondence
address in _the file of the patent. A change of
correspondence address should also be filed in the
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supplemental examination proceeding. See MPEP
8§ 2805.

2804.01 Withdrawal of Attorney or Agent
[R-11.2013]

For a practitioner to withdraw from representation
in a patent, supplemental examination proceeding,
or areexamination proceeding, the Office no longer
requires that there be at least 30 days remaining in
any running period for response between the
approval of arequest to withdraw and the expiration
date of any running period for response. Instead,
pursuant to 37 CFR 11.116(d), a practitioner must
take steps to the extent reasonably practicable to
protect aclient’sinterests, such as giving reasonable
notice to the client, alowing time for employment
of other counsel, surrendering papers and property
to which the client is entitled and refunding any
advance payment of fee or expense that has not been
earned or incurred. “ Reasonable notice” should alow
for areasonable amount of timefor the client to seek
the services of another practitioner prior to the
expiration of any applicable response period. When
the correspondence address changes as a result of
thewithdrawal, the withdrawing practitioner(s) must
request that the Office direct al future
correspondence to the patent owner of record.
Practitioners may do so by specifying either the
correspondence address of the patent owner, or the
address associated with the Customer Number of
the patent owner. Withdrawing practitioner(s) cannot
change the correspondence address to the address
associated with the Customer Number of another
law firm, or to any address other than that of the
patent owner of record. See MPEP 88§ 402.06 and
2805.

2805 Correspondence with Patent Owner;
Patent Owner Address[R-07.2015]

The correspondence address of record for the patent
for which supplemental examination isrequested is
the correct address for all notices, officia letters,
and other communications for patent owners in
supplemental examination proceedings. This is
consistent with reexamination practice. See, eg.,

37 CFR 1.33(c). For thisreason, the correspondence
addressof record in thefile of the patent for which
supplemental examination is requested will be
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utilized by the Office as the address of the patent
owner when mailing any communications in
supplemental examination proceedings, and in any
resulting ex parte reexamination proceedings.

If the patent owner desires the Office to send
correspondence to a registered attorney or agent
other than the attorney or agent of record in thefile
of the patent for which reexamination is requested,
then anew power of attorney must be filed in both:
1) the file of the patent for which supplemental
examination is reguested; and 2) the file of the
supplemental examination proceeding, or, if
reexamination is ordered, in the resulting ex parte
reexamination proceeding. Patent owners are
strongly encouraged to use form PTO/AIA/81B
when submitting a power of attorney and/or change
of correspondence address in a supplemental
examination proceeding or a reexamination
proceeding.

After a request for supplemental examination has
been filed, and/or after any ex parte reexamination
resulting from the supplemental examination has
been ordered, any submissions to the Office to
change the power of attorney or the correspondence
address should be addressed as set forthin MPEP §
2806. Use of form PTO/AIA/81B isencouraged. If,
however, the supplemental examination proceeding
and any resulting reexamination proceeding is no
longer pending, then such submissions should be
addressed to Mail Stop Document Services, Director
of the U.S. Patent and Trademark Office, PO. Box
1450, Alexandria, VA 22313-1450.

A submission requesting achange of correspondence
address may be signed by all of the patent owners
(see MPEP § 2803) or by the registered attorney or
agent of record in_the file of the patent under
supplemental examination. If the application which
became the patent under supplemental examination
was filed on or after September 12, 2012, a patent
practitioner acting in arepresentative capacity whose
correspondence address is the correspondence
address of record in the file of the patent under
supplemental examination may file a change of
correspondence address, provided that the change
of correspondence address is accompanied by a
statement in accordance with 37 CFR 1.33(q).
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Papers filed on behaf of patent owners must be
signed by the patent owners, by the registered
attorney or agent of record in the patent file, or by
any registered attorney or agent acting in a
representative capacity under 37 CFR 1.34. See
MPEP_§ 2804. Double correspondence with the
patent owner and the attorney or agent will not
normally be undertaken by the Office.

2800-9

§ 2805

The following is a copy of form PTO/AIA/81B,
which may be used for changing apower of attorney
and/or a correspondence address in a supplemental
examination proceeding and, if desired,
simultaneoudly in the file of the patent.
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PTO/AIA/81B (07-13)
Approved for use through 01/31/2018. OMB 0651-0035
L5, Patent and Trademark Cffice; U5, DEFARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1355 no persons are reguired to respond to a collection of information unless it displays a valid OME control number
f REEXAMINATION OR SUPPLEMENTAL Control Number(s)

\ EXAMINATION AND PATENT Attorney Docket No(s)

EXAMINATION — PATENT OWNER POWER OF Filing Date(s)

ATTORNEY OR REVOCATION OF POWER OF First Named Inventor

ATTORNEY WITH A NEW POWER OF ATTORNEY | Title

AND CHANGE OF CORRESPONDENCE ADDRESS Patent Number

FOR REEXAMINATION OR SUPPLEMENTAL Examiner Name

I. Power of Attorney. This form may be used to change the Power of Attorney in a reexamination or
supplemental examination proceeding (or multiple proceedings where merged). This form may also be used to
change the Power of Attorney in the patent file; in such a case, a copy of this form will be placed in both the patent
file and the reexamination or supplemental examination proceeding.

A. Revocation of Previous Power of Attorney. | hereby revoke all previous patent owner powers of attorney, if
any, given:

D in the above-identified reexamination or supplemental examination proceeding control number(s) (more than
one may be changed only if the proceedings are merged).

D in the file of the above-identified patent.

(check BOTH boxes if change in BOTH the patent file and the reexamination or supplemental examination
proceeding is requested).

B. Designation of Power of Attorney.

D A Power of Attorney is submitted herewith.

OR

El | hereby appoint Practitioner(s) associated with the Customer Number identified in the box at
right as my/our attorney(s) or agent(s) to prosecute the proceeding(s)/patent identified above
and selected in section I{A), and to transact all business in the United States Patent and
Trademark Office connected therewith:

OR
| hereby appoint Practitioner(s) named below as my/our attorney(s) or agent(s) to prosecute the proceeding(s)
identified above, and to transact all business in the United States Patent and Trademark Office connected
therewith:

Practitioner(s) Name Registration Number

Authorization for the Power of Attorney is provided by the signature on page 2 of this form.

This collection of information is required by 37 CFR 1.31, 1.32, and 1.33. The informatien is required to cbtain or retain a benefit by the public,
which is to update (and by the USPTO to process) the file of a patent or reexamination proceeding. Confidentiality is governed by 35 U.5.C_ 122
and 37 CFR 1.14. This collection is estimated to take 3 minutes to complete, induding gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to
complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark
Office, U.5. Department of Commerce, P.0. Box 1450, Alexandria, VA 22313-1450. DO MOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select optian 2.
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PTO/AIA21B (07-13)

Approved for use through 01/31/2018. OMB 0&£51-0035

U.5. Patent and Trademark Office; U 5. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMBE centrel number

Il. Change of Correspondence Address

Please recognize or change the correspondence address for the above-identified reexamination or supplemental
examination proceeding control number(s) (more than one may be changed only if they are merged
proceedings) and for the file of the above-identified patent to be:

D The address associated with the above-identified Customer Number.
OR

I:' The address associated with the Customer Number identified in the box at right:
OR

Firm ar
Individual
Name

Address

City | state | | zip |

Country

Telephone | Email |

MNOTE: THE CORRESPONDENCE ADDRESS FOR THE REEXAMINATION OR SUPPLEMENTAL EXAMINATION
PROCEEDING CONTROL NUMEBER(S) MUST BE THE SAME AS THAT FOR THE PATENT. SEE 37 CFR 1.33.

. Authorization for Power of Attorney and (if selected) Change of Correspondence Address

I am the:
|:| Inventor, having ownership of the patent being reexamined.
OR

Patent owner.
Statement under 37 CFR 3.73(c) (Form PTO/AIA/96) submitted herewith or filed on

Signature of Inventor or Date
Patent Owner

Name Telephone
Title and

Company

NOTE: Signatures of all the inventors or patent owners of the entire interest or their representative(s) are
reguired. If more than one signature is required, submit multiple forms, check the box below, and identify the total
number of forms submitted in the blank below.

|:| A total of forms are submitted. If you need assistance in completing the form, call 1-800-
PT0O-213% and select option 2.

[Page 2 of 2]
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the aftached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.S.C. 2(b)(2); (2) fumishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination
of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of
records may be disclosed to the Departiment of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in
the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C.
552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that
agency's responsibility to recommend improvements in records management practices and programs,
under authority of 44 U.5.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GSA regulations govemning inspection of records for this purpose, and any other relevant (L.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine
use, to the public if the record was filed in an application which became abandoned or in which the
proceedings were terminated and which application is referenced by either a published application, an
application open to public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.

2806 How to File Papersin a Supplemental
Examination Proceeding and in Any
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Resulting Ex Parte Reexamination
Proceeding [R-07.2015]

A request for supplemental examination should be
deposited as a new, separate, and independent
submission, and should not be deposited in the file
of the patent for which supplemental examination
is requested, or in the file of any other application,
patent, or proceeding. The request should be clearly
identified by, for example, providing aheading such
as “REQUEST FOR SUPPLEMENTAL
EXAMINATION” prominently at thetop of thefirst
page of the paper. Use of the new form PTO/SB/59
titted “Request for Supplemental Examination
Transmittal Form,” which isavailable onthe Office's
website www.uspto.gov, is aso recommended.
Requestsfor supplemental examination, any paper(s)
other than a request submission that are to be filed
in asupplemental examination proceeding, and any
paper(s) to be filed in a reexamination proceeding
ordered as a result of a supplemental examination
proceeding, should be addressed to the Office as set
forth below.

The filing of any papers other than those forming
part of a request for supplemental examination in
the supplemental examination proceeding submission
should berare.

A supplemental examination proceeding is separate
and distinct from any ex parte reexamination
proceeding that may later result from it. A
supplemental examination proceeding concludes
with the electronic issuance of a supplemental
examination certificate. 35 U.S.C. 257(a) and 37
CER 1.625(a). Any reexamination resulting from a
supplemental examination proceeding will be
ordered after the conclusion of the supplemental
examination proceeding. See 35 U.S.C. 257(b) and
37 CFR 1.625(b). The ex parte reexamination is a
distinct proceeding initiated by its own order. If
reexamination is ordered as a result of a
supplemental examination proceeding, any papers
submitted subsequent to the order should befiledin
the resulting reexamination proceeding.

Supplemental examination proceedings will be
assigned a “series 96” control number, such as, for
example, 96/999,999. Any ex parte reexamination
resulting from a concluded supplemental
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examination proceeding will retain the same control
number, even though the two proceedings are
separate and distinct. After the filing of the request,
any correspondence sent to the Officerelating to the
supplemental examination proceeding or to the
resulting ex parte reexamination proceeding should
identify the proceeding by the number of the patent,
the control number assigned to the proceeding, the
art unit, and the name of the examiner.

The certificate of mailing and transmission
procedures (37 CFR 1.8) may be used to file any
paper in a supplemental examination proceeding,
except for arequest or corrected request. See M PEP
8§ 512 regarding the use of the certificate of mailing
and transmission procedures. The Priority Mail

Expr&ss® mailing procedure (37 CFR 1.10) may be

used to file any paper, including a request or
corrected request, in a supplemental examination
proceeding. See MPEP § 513 as to the use of the

Priority Mail Express® mailing procedure.

I. ELECTRONIC SUBMISSION

Patent owners may submit papersin asupplemental
examination proceeding viathe Office’s Web-based
eectronic filing system (EFS-Web), available by
accessing the Office'swebsite, www.uspto.gov. The
electronic submission of requests for supplemental
examination and “follow-on” papers (i.e., subsequent
correspondence in the proceedings) is encouraged.

When filing a new supplemental examination
request, the patent owner should select, in EFS-Web,
thefiling option “ New application/proceeding,” and
then select “Supplemental Examination.” Any
paper(s) that are to be filed in an existing
supplemental examination proceeding, and any
paper(s) that are to be filed in a reexamination
proceeding ordered as a result of a supplemental
examination proceeding, may be filed by selecting
“Existing application/patent/proceeding” (e.g., a
proceeding that has already been assigned a control
number), “Documents/Fees for an existing
application/proceeding,” and then entering the
assigned control number and confirmation number
for the proceeding. For exampl e, acorrected request
that isfiled in response to aNotice of Noncompliant
Supplemental Examination Request should be filed
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as paper(s) in an existing proceeding. After the
control number and confirmation number of the
proceeding are entered, patent owners will be
provided with a menu of document descriptions
appropriate for a supplemental examination
proceeding, unless reexamination has been ordered.
If reexamination has been ordered, patent owners
will be provided with a menu of document
descriptions for a reexamination proceeding. For
further information, see “EFS-Web Quick Start
Guide to Filing a Supplementa Examination
Request,” a http://www.uspto.gov/sites/
default/files/patents/process/file/efs/
guidance/QSG_Supplemental Exam.pdf.

Even though the concluded supplemental
examination proceeding is separate and distinct from
the resulting ex parte reexamination, the resulting
reexamination retains the same control number as
the concluded supplemental examination proceeding
to simplify tracking and processing. Therefore, any
paper to be submitted in the resulting reexamination
proceeding is to be filed as a paper in an “existing
application/patent/proceeding”, using the same
control number as was used in the now concluded
supplemental examination proceeding.

Il. PAPER FORM (HARD COPY) SUBMISSIONS

The Office accepts paper form (hard copy) requests
for supplemental examination (i.e, request
submissions), and any paper(s) other than request
submissions that are filed in a supplementa
examination proceeding. These papers should be
addressed to “Mail Stop Supplementa Examination”
at the appropriate address provided bel ow.

Any papers to be submitted in paper form (hard
copy) in a reexamination proceeding ordered as a
result of a supplemental examination, other than
correspondence to the Office of the General Counsel
pursuant to 37 CFR 1.1(a)(3) and 37 CFR 102.4,
should be addressed to “Mail Stop Ex Parte
Reexam” at the appropriate address provided bel ow.

Mail to be delivered by the United States Postal
Service (USPS) should be addressed as:

Rev. 07.2015, October 2015
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Mail Stop
Central Reexamination Unit
Commissioner for PatentsP.O. Box 1450
Alexandria, VA 22313-1450

Correspondence to be hand-carried or delivered by
other delivery services (Federal Express (Fed Ex),
UPS, DHL, Laser, Action, Purolator, etc.) should be
addressed as:

United States Patent and Trademark Office
Customer Service Window

Mail Stop
Central Reexamination Unit
Randolph Building, Lobby Level
401 Dulany Street

Alexandria, VA 22314

Whether the correspondence is mailed viathe U.S.
Postal Service mail or is hand-carried to the Office,
it is strongly recommended that the Mail Stop
information be placed in aprominent position onthe
first page of each paper filed, utilizing a large font
Sizeto direct attention to it.

I11. FACSIMILE TRANSMISSION

Requestsfor supplemental examination may not
be facsimile-transmitted. This is also true for a
corrected request that isfiled in responseto aNotice
of Noncompliant Supplemental Examination Request
(see MPEP 8§ 2812.02 - 2812.03), since the
corrected request stands in place of the origina
request. Papers to be filed in a supplemental
examination proceeding, other than a request or a
corrected request for supplementa examination, and
any papersto befiledin areexamination proceeding
resulting from a supplemental examination
proceeding, if the papers to be filed in the
reexamination proceeding may be properly filed via
facsmile transmission in accordance with
reexamination practice, may befacsimile-transmitted
to the Central Reexamination Unit at (571)
273-9900. See MPEP § 2224.

2807 Format of PapersFiled in a
Supplemental Examination Proceeding
[R-11.2013]

37 CFR 1.615 Format of papersfiled in a supplemental
examination proceeding.
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(a) All papers submitted in a supplemental examination
proceeding must be formatted in accordance with § 1.52.

(b) Court documents and non-patent literature may be
redacted, but must otherwise be identical both in content and in
format to the original documents, and, if a court document, to
the document submitted in court, and must not otherwise be
reduced in size or modified, particularly in terms of font type,
font size, line spacing, and margins. Patents, patent application
publications, and third-party-generated affidavits or declarations
must not be reduced in size or otherwise modified in the manner
described in this paragraph.

37 CFR 1.615(a) requires that all papers submitted
in a supplemental examination proceeding must be
formatted in accordance with 37 CFR 1.52.

37 CFR 1.615(b) providesthat court documents and
non-patent literature may be redacted, but must
otherwise be identical both in content and in format
to the original documents, and if a court document,
to the document submitted in court, and must not
otherwise bereduced in size or modified, particularly
in terms of font type, font size, line spacing, and
margins. Patents, patent application publications,
and third-party-generated affidavits or declarations
must not be reduced in size or otherwise modified
in the manner described in this paragraph.

If therequirements of 37 CFR 1.615 are not satisfied,
the request will be considered to be defective. See
37 CFR 1.610(d) and MPEP § 2812.01 .

Papers filed in a supplemental examination
proceeding may befiled electronically viaEFS-Web.
See MPEP § 2806, subsection |.

2808 Timefor Requesting Supplemental
Examination [R-11.2013]

37 CFR 1.601 Filing of papersin supplemental examination.

*kkk*k

(c) A request for supplemental examination of apatent may
befiled at any time during the period of enforceability of the
patent.

Under 37 CFR 1.601(c), a patent owner may, at any
time during the period of enforceability of a patent,
file a request for supplemental examination. This
period was set by rule, because the Office believes
that Congress could not have intended the Office to
expend resources on the supplemental examination
of a patent which cannot be enforced. The
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enforceability period is generaly determined by
adding six years to the date on which the patent
expires, but the period may be extended if litigation
is pending. Specifically, if litigation is instituted
within the statute of limitations (see 35 U.S.C. 286),
requests for supplemental examination may befiled
after the statute of limitations has expired, as long
asthe patent is still enforceable against someone.

It is the responsibility of the patent owner to
determine the expiration date of the patent for which
supplemental examination isrequested. For example,
the expiration date of a utility patent may be
determined by taking into account the term of the
patent, whether maintenance fees have been paid for
the patent, whether any disclaimer was filed as to
the patent to shorten its term, any patent term
extensions or adjustments for delays within the
Office under 35 U.S.C. 154 (see MPEP § 2710, et
seq.), and any patent term extensions avail able under
35 U.S.C. 156 for premarket regulatory review (see
MPEP & 2750 et seq.). Any other relevant
information should also be taken into account.

2809 Itemsof Information [R-11.2013]
37 CFR 1.605 Items of information.

(a) Each request for supplemental examination may include
no more than twelve items of information believed to berelevant
to the patent. More than one request for supplemental
examination of the same patent may be filed at any time during
the period of enforceability of the patent.

(b) Anitem of information includes adocument submitted
as part of the request that contains information, believed to be
relevant to the patent, that the patent owner requests the Office
to consider, reconsider, or correct. If theinformation to be
considered, reconsidered, or corrected is not, at least in part,
contained within or based on any document submitted as part
of the request, the discussion within the body of the request
relative to the information will be considered as an item of
information.

(c) Anitem of information must bein writing in accordance
with § 1.2. To be considered, any audio or video recording must
be submitted in the form of awritten transcript.

(d) If oneitem of information is combined in the request
with one or more additional items of information, each item of
information of the combination may be separately counted.
Exceptionsinclude the combination of anon-English language
document and itstransl ation, and the combination of adocument
that is over 50 pagesin length and its summary pursuant to §

1.610(b)(8).
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An “item of information” includes a document
submitted as part of a supplemental examination
request that contains information believed to be
relevant to the patent, that the patent owner is
requesting the Office to consider, reconsider, or
correct. See 37 CFR 1.605(b). Patent owners are
encouraged to draft the supplemental examination
request to clearly and consistently set forth theitems
of information the patent owner wishes the Office
to consider, reconsider, or correct.

[. LIMIT ONTHE NUMBER OF ITEMS OF
INFORMATION SUBMITTED ASPART OF A
SINGLE REQUEST

Each request for supplemental examination may
include no more than twelve items of information
believed to be relevant to the patent. See 37 CFR
1.605(a). 37 CFR 1.605(a) aso permitsthefiling of
more than one request for supplemental examination
of the same patent at any time during the period of
enforceability of the patent. Therefore, patent owner
is not precluded from abtaining review of any item
of information despite the twelve-item limit, because
the patent owner may file one or more additional
reguests for supplemental examination of the same
patent sequentially or at the same time, each of
which may include up to twelve additional items of
information.

I[I. REQUIREMENTSFORAN ITEM OF
INFORMATION

An item of information must be in writing. In most
cases, an “item of information” is a separate
document submitted as part of the request. Under
certain  conditions, however, an “item of
information” may be contained within the body of
the request.

A. An Item of Information Must Bein Writing

37 CFR 1.605(c) requiresthat an item of information
must be in writing in accordance with 37 CFR 1.2.
The Office does not currently have the capability of
retaining recordsin unwritten form. For thisreason,
any audio or video recording must be submitted in
the form of a written transcript in order to be
considered. A transcript of avideo may be submitted
together with copies of selected images of the video,
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and a discussion of the correlation between the
transcript and the copies of the video images. See
also M PEP § 2807 regarding the format requirements
for papers submitted in a supplemental examination
proceeding.

B. An Item of Information Must Be Submitted asa
Separate Document, Where Applicable

In most cases, an item of information is a separate
document submitted with the request which contains
information relevant to the patent that the patent
owner wants the Office to consider, reconsider, or
correct. Examples of an item of information that
must be submitted as a separate document include
ajourna article, apatent, an affidavit or declaration,
a sales receipt, aforeign search report, a copy of a
page of adictionary containing a definition, a court
document, and a transcript of an audio or video
recording. However, if the item of information is a
U.S. patent or aU.S. patent application publication,
a copy is not required, but may be submitted. See
37 CFR 1.610(b)(7).

C. When an Item of Information May be Contained
within the Body of the Request

If theinformation to be considered, reconsidered, or
corrected isnot, at least in part, contained within or
based on a supporting document submitted as part
of the request, the discussion within the body of the
request relative to that information will be considered
astheitem of information. For example, if the patent
owner requests the Office to consider claim 1 of the
patent on the basis of 35 U.S.C. 101, and the
discussion of any potentia application of 35 U.S.C.
101 to claim 1 iswholly contained within the body
of the request and is not based, at least in part, on
any supporting document, the discussion in the
request will be considered astheitem of information.
Another example of an item of information that may
be contained within the request is an admission by
patent owner that certain facts or claim limitations
were known at the time of the invention.

The patent owner may not avoid counting an item
of information by inserting the content of the
supporting document within the body of the request.
For example, if the patent owner presents an image
of a supporting document, such as an image of an
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electronic mail message or other document, within
the body of the request, then a separate copy of the
supporting document must be provided. The separate
copy of the item will be considered as the item of
information.

. HOW ITEMS OF INFORMATION ARE
COUNTED

When counting the number of items of information
submitted with a request for supplemental
examination, the Office will tally the number of
itemsof information, such as documents, presented.

The Officewill not count the number of issuesraised
by, or the number of groundswhich the patent owner
requests the Office to consider, when determining
the number of items of information. A single
reference that raises multiple issues under multiple
grounds, for example, under 35 U.S.C. 102, 35
U.S.C. 103, and 35 U.S.C. 112, will be counted as
asingle item of information. However, if the patent
owner cites a combination of multiple references
under 35 U.S.C. 103, then each reference of the
combination will be separately counted as an item
of information.

For example, if the patent owner states that the
claims are patentable under 35 U.S.C. 103 over the
combination of reference A in view of reference B,
then references A and B must be separately listed as
items of information, and will be counted as two
items. If, however, asingleitem of information, such
as areference patent, raises a potential issue under
35 U.S.C. 102 as to claim 1 and another potential
issue under 35 U.S.C. 103 as to clam 2, the
reference patent will nevertheless be counted as a
single item of information. The Office will count
the number of items of information, but will not
count the number of issues potentially raised by each
item.

As another example, if the patent owner relies upon
different abstracts bound together in a book of
meeting abstracts, it islikely that the Office will treat
each abstract as a separate item of information. In
this example, the Office suggests that the patent
owner citeand rely upon only the particular abstracts
that are relevant to the patent and not cite an entire
book of meeting abstracts.
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Cumulative items of information will each be
separately counted. For example, if the patent owner
indicatesthat referenceA iscumulative to reference
B, references A and B will be counted as two items
of information. If the patent owner believes that
multipleitems of information are cumulative to each
other, the patent owner is encouraged to select one
or two documents as the items of information that
will be submitted with the request.

If a discussion within the body of the request is
based, at least in part, on a supporting document,
then the supporting document, and not the discussion
within the request, will be counted as the item of
information. For example, if the patent owner
discussesapotential public use or sale of the claimed
invention, and al so submits a supporting document,
such as a salesinvoice, with the request as possible
evidence of apublic use or sale, or the lack thereof,
then the supporting document (e.g., the sales
invoice), and not the discussion within the body of
the request, will be considered as an item of
information.

A declaration or affidavit submitted as part of a
reguest would be considered an item of information.
However, if the declaration presents two distinct
items of information, such as information relating
to a potential ground under 35 U.S.C. 101 as to
patent claim 1 that was not considered during the
prior examination of the patent, and information
relating to erroneous facts or data presented during
the prior examination of the patent with respect to
an issue under 35 U.S.C. 103 asto patent claim 10,
then each item of information contained within the
declaration will be counted separately, resulting in
two items of information.

The patent owner may not avoid the counting of
multiple items of information by inserting the
multiple items within the body of a declaration or
by presenting them as exhibits accompanying the
declaration. If the declaration presents one item of
information, such asinformation regarding erroneous
data presented during the prior examination of the
patent with respect to an issue under 35 U.S.C. 103
as to a particular patent claim (such as, e.g., claim
10), and relies upon a single exhibit, such as a new
table of data, to support facts presented in the
declaration, the Office is likely to count the
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declaration, including the supporting exhibit, as a
single item of information. If, however, the
declaration relies upon two separate and distinct
exhibits, then each exhibit may be counted
separately. For example, if the declaration relies
upon two separate and distinct sales receipts as
evidence of a potential sale of the invention ( eg.,
a sales receipt dated March 2011, and a second,
separate sales receipt dated October 2011, which
provides evidence of a second, separate sale of the
invention), then each additional salesreceipt will be
counted separately, resulting in two items of
information (one item consisting of the declaration
and one salesreceipt, and the second item consisting
of the second sales receipt). As another example, if
the declaration relies not only upon a sales receipt
(e.g., exhibit 1) asevidence of asale of theinvention
under 35 U.S.C. 102, but al so upon areference patent
(e.g., exhibit 2) as evidence of a potential ground
under 35 U.S.C. 103, then each additional exhibit
will be counted separately. In this example, the
declaration and the sales receipt will be counted as
afirst item of information and the reference patent
will be counted as a second item of information.

37 _CFR 1.605(d) provides that if an item of
information is combined in the request with one or
more additional items of information, each item of
information of the combination may be separately
counted. If it is necessary to combine items of
information in order to raise an issue, or to explain
the relevance of the items of information to be
considered, reconsidered, or corrected with respect
to the identified claims, each item of information
may be separately counted. For example, if the patent
owner requests consideration of claim 1 of a patent
in light of references A and B, and explains that it
is the combination of references A and B that is
relevant to claim 1, reference A and reference B
must be separately listed as items of information,
and will be counted as two items of information.

Exceptionsto this provision include the combination
of a non-English language document and its
trangdlation, and the combination of a document that
isover 50 pagesin length and its summary pursuant
to 37 CFR 1.610(b)(8).
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IV. INFORMATION THAT SHOULD NOT BE
SUBMITTED WITH THE REQUEST

Petitions should not be submitted with the request.
Petitions including, for example, petitions for
unintentionally delayed foreign priority or domestic
benefit claims (see MPEP § 2809.01), should only
befiled after reexamination is ordered. If a petition

isfiled in a supplemental examination proceeding,
it will generally be held in abeyance until after the
issuance of the supplemental examination certificate.
See 37 CFR 1.620(b) and MPEP § 2813. If the
Office determines that a substantial new question of
patentability is raised by the request, any petition
held in abeyance will be addressed in due course
after reexamination is ordered. If, however, the
Office determines that no substantial new question
of patentability israised by the request, any petition
held in abeyance will be dismissed as moot.

In addition, amendments to the patent may not be
submitted with the request. No amendment may be
filed in a supplemental examination proceeding. 37
CFER 1.620(f). Any paper containing an amendment
that is filed in a supplemental examination
proceeding is an unauthorized paper, and will be
expunged from the file if inadvertently entered. If
reexamination is ordered, amendments may befiled
after an initial Office action on the merits in the
resulting reexamination proceeding. See MPEP §
2813.01.

2809.01 Information Relating to the
Correction of Factual Information
[R-11.2013]

Inarequest for supplemental examination, the patent
owner may inform the Office of factual information
believed to berelevant to the patent, which the patent
owner wishes to correct. The factual information to
be corrected may include, for example, amissing or
erroneous foreign priority or benefit claim, or
missing or erroneous information relating to the
common ownership of the claimed invention. The
item of information may be, for example, a patent
document relating to the factual information, such
as a priority document or parent patent in the case
of a missing or erroneous foreign priority or
domestic benefit claim, a declaration under 37 CFR
1.132 limited to a discussion of the factual

2800-18



SUPPLEMENTAL EXAMINATION

information to be corrected, or, if no supporting
document is submitted with the request, adiscussion
within the body of the request relating to the
correction of the factual information.

However, if the patent owner merely wishes to
amend the patent file in order to correct factual
information, the patent owner should file a reissue
application or arequest for certificate of correction,
where appropriate. See MPEP 88 1402 and 1405. If
the patent owner only desires to correct the
inventorship, the patent owner should file a request
for a certificate of correction under the provisions
of 35U.S.C. 256 and 37 CFR 1.324, or, dternatively,
the patent owner may file areissue application. See
MPEP 8§ 1402, 1412.04, and 1481.02. Correction
of inventorship may also be made, if desired, in an
ex parte reexamination proceeding. See MPEP §
2258, subsection IV.F. If the information that the
patent owner wishes to correct is only of aclerical
or typographical nature, or of a minor character
within the meaning of 35 U.S.C. 255 and 37 CFR
1.323, the patent owner should file a request for
certificate of correction rather than a supplemental
examination request. See, e.g., MPEP § 1481.

A deletion of an earlier-obtained domestic benefit
claim in a supplemental examination proceeding or
any resulting reexamination proceeding (or, for that
matter, in any post-patent Office proceeding) will
not operate to extend the term of the patent.

. SUPPLEMENTAL EXAMINATION ISLIMITED
TOA DETERMINATION OF WHETHER THE
REQUEST RAISESA SUBSTANTIAL NEW
QUESTION OF PATENTABILITY

A supplemental examination proceeding is limited
to a determination of whether the information
properly submitted as part of the request raises a
substantial new question of patentability (SNQ). See
35 U.S.C. 257(a).

However, an item of information limited to a
correction of factual information, alone, may not
rai se asubstantial new question of patentability. For
example, an item of information limited to the
correction of amissing or erroneousforeign priority
or domestic benefit claim, alone, generally will not
raise an issue of patentability. In order for the
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correction of aforeign priority or domestic benefit
clam to raise a substantial new question of
patentability, the request for supplementa
examination should also include one or more
additional item(s) of information, such as one or
more intervening reference(s), that would cause the
patentability of the claimsunder, e.g.,35 U.S.C. 102
or 103, to depend upon the foreign priority or
domestic benefit claim. In such aninstance, theitem
of information may raise a SNQ, depending upon
whether the foreign priority or domestic benefit
claim is or is not corrected. See MPEP § 2816.02
for afurther discussion of whether adocument raises
a SNQ depending upon the correction of a foreign
priority or domestic benefit claim. Similarly,
information limited to the correction of other factual
information, such as the common ownership of the
claims, alone, may not raise a SNQ, in the absence
of one or more additional item(s) of information that
would cause the patentability of the claims to
depend upon the issue of common ownership.

If the Office determines that no SNQ is raised by
the request, the supplementa examination
proceeding concludes with the issuance of a
supplemental examination certificate, indicating that
no SNQ is raised. See 35 U.S.C. 257(a), 37 CFR
1.620(a), and 37 CFR 1.625(a). Because no SNQ is
raised by the request, ex parte reexamination is not
ordered. In such an instance, the factual information
cannot be corrected because the procedure for
making the correction of the factual information is
the reexamination that would have been ordered,
had the Office determined that a SNQ was raised in
the request. In other words, the patent owner may
inform the Office of factual information to be
corrected during the supplemental examination
proceeding, and thus request supplementa
examination “to correct information believed to be
relevant to the patent” in accordance with 35 U.S.C.
257(a). However, in the absence of information in
thereguest that raisesa SNQ, thereisno opportunity
to make the correction. Thus, the supplemental
examination proceeding will not result in any
correction to the patent. In such cases, the patent
owner may wish to file a reissue application, a
certificate of correction, or other proceeding, as
applicable, in order to have the information
corrected. See, e.g., MPEP 88 1402, 1405 and 1481.
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If, however, the Office determines that the request
raisesa SNQ, reexamination will be ordered. See 35
U.S.C. 257(b) and 37 CFR 1.625(b). The factual
information may be corrected during the resulting
reexamination proceeding in accordance with ex
parte reexamination practice. For example,
corrections may be made during the resulting
reexamination proceeding by filing, where
appropriate, an amendment after the initial Office
action on the merits (see MPEP § 2813.01 ), or a
petition for an unintentionally delayed foreign
priority or domestic benefit claim (see MPPEP § 2258,
subsection IV.E.).

When analyzing a request for supplemental
examination, the Office will only consider the
item(s) of information provided by the patent owner.
The Office will not initiate supplemental
examination of the patent in view of any item of
information that was not reguested by the patent
owner to be considered, reconsidered or corrected.
For example, any prior art of record in the patent
file, that is not properly submitted as one or more
additional item(s) of information in the request, will
not, in general, be considered during the
supplemental examination proceeding, except to
determine whether the item(s) of information
properly submitted with the request are cumulative
to the prior art of record. Furthermore, arequest for
supplemental examination “of all of the patent
clams’ solely inview of the“thefactual information
to be corrected”, without more, is improper. The
patent owner is effectively requesting reconsideration
of al of the patent claimsin view of al prior art in
existence (or, at a minimum, al of the prior art of
record). Each prior art document, however, would
be considered asa separateitem of information. Such
a request would be improper because it would not
comply with the requirements of, for example, 37
CFR 1.610(b). It would fail to include, e.g., () a
separate list of each prior art document as an item
of information; (b) a copy of each item of
information, where appropriate; c) a separate,
detailed explanation of the relevance and manner of
applying each prior art document to every claim for
which supplemental examination is requested, etc.
In addition, “all prior art in existence” is likely to
include more than twelve items of information. See
MPEP § 2811 for discussion of the required elements
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of a supplemental examination request as set forth
in 37 CFR 1.610(b).

In summary, the patent owner may inform the Office
of factual information to be corrected during the
supplemental examination proceeding, and thus
request supplemental examination “to correct
information believed to be relevant to the patent” in
accordance with 35 U.S.C. 257(a). However, in the
absence of information in the request that raises a
SNQ, the supplemental examination proceeding will
not result in a corrected patent. Any correction may
only be made during a resulting reexamination
proceeding, which is only initiated if the
supplemental examination proceeding concludes
with a determination that a SNQ was raised. For
these reasons, the patent owner should include with
the request, as one or more additional items of
information, evidence that the patentability of the
claims depends upon the factual information to be
corrected. Such evidence may include, for example,
one or more intervening references.

Il. RECOMMENDED INFORMATION TO BE
SUBMITTED WITH THE REQUEST

The Office recommends that any request for
supplemental examination, that includes an item of
information limited to the correction of factua
information, should aso include one or more
additional item(s) of information that potentialy
provide evidence that the patentability of the claims

depends upon the factual information to be
corrected.

For example, where the information to be corrected
is aforeign priority or domestic benefit claim, the
Office recommendsthat the patent owner includein
the request, as one or more additional item(s) of
information, any documents or other information,
such as an intervening patent or printed publication,
that caused the patent owner to reconsider the
effectivefiling date of the claims. The effective date
of some of the claimsin apatent which resulted from
a continuing application under 35 U.S.C. 120, for
example, could be the filing date of the continuing
application since those claims were not supported
in the parent application. Therefore, intervening
patents or printed publications may be available as
prior art. See, e.g., In re Ruscetta, 255 F.2d 687,
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118 USPQ 101 (CCPA 1958), In re van
Langenhoven, 458 F.2d 132, 173 USPQ 426 (CCPA
1972). See also MPEP § 211.05. Similarly, where
the information to be corrected involves, for
example, the common ownership of the claims, the
patent owner should include with the request one or
more additional items of information that cause(s)
the patentability of the claims to depend upon the
common ownership issue, such any prior art or other
documents or information that caused the patent
owner to reconsider the common ownership of the
claims.

Alternatively, the patent owner may include in the
reguest one or more additional items of information
which are unrelated to the factual information to be
corrected, but which raise a SNQ. For example, the
patent owner may include, in addition to information
limited to the correction of adomestic benefit claim,
an item of information such as a reference patent
that would qualify as prior art under 35 U.S.C. 102
even if the domestic benefit claim is corrected.

1. INFORMATION THAT SHOULD NOT BE
SUBMITTED WITH THE REQUEST

See MPEP § 2809, subsection 1V. Petitions should
not be submitted with the request. Petitions
including, for example, petitionsfor unintentionally
delayed foreign priority or domestic benefit claims,
should only befiled after reexamination is ordered.
See MPEP § 2809.01. In addition, amendments to
the patent may not be submitted with the request.
No amendment may be filed in a supplemental
examination proceeding. 37 CFR 1.620(f). If
reexamination is ordered, anendments may be filed
after an initial Office action on the merits in the
resulting reexamination proceeding. See MPEP §
2813.01.

See MPEP § 2816.02, subsection |1, for a further
discussion of situations where a SNQ is or is not
raised, when therequest includesinformation limited
to the correction of factual information.

2810 FeesDueon Filing a Supplemental
Examination Request [R-11.2013]

37 CFR 1.610 Content of request for supplemental
examination.
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(a) A request for supplemental examination must be
accompanied by the fee for filing arequest for supplemental
examination as set forth in § 1.20(k)(1), the fee for
reexamination ordered asaresult of asupplemental examination
proceeding as set forth in 8 1.20(k)(2), and any applicable
document size fees as set forth in § 1.20(k)(3).

*kkkk

(d) Thefiling date of arequest for supplemental
examination will not be granted if the request isnot in
compliance with 88 1.605, 1.615, and this section, subject to
the discretion of the Office. If the Office determines that the
request, as originally submitted, is not entitled to afiling date,
the patent owner will be so notified and will be given an
opportunity to complete the request within a specified time. If
the patent owner does not timely comply with the notice, the
request for supplemental examination will not be granted afiling
date and the fee for reexamination as set forth in § 1.20(k)(2)
will be refunded. If the patent owner timely files a corrected
request in response to the notice that properly addresses all of
the defects set forth in the notice and that otherwise complies
with all of the requirements of §8§ 1.605, 1.615, and this section,
thefiling date of the supplemental examination request will be
the receipt date of the corrected request.

Consistent with the requirement in 35 U.S.C. 257(d)
to establish fees, 37 CFR 1.610(a) requires that the
request be accompanied by thefeefor filing arequest
for supplemental examination asset forthin 37 CFR
1.20(k)(1), the fee for ex parte reexamination
ordered as a result of a supplemental examination
proceeding as set forth in 37 CFR 1.20(k)(2), and
any applicable document size fees as set forth in 37
CFR 1.20(k)(3). These fees qualify for a 50 percent
reduction for small entities and a 75 percent
reduction for micro entities. See Setting and
Adjusting Patent Fees, 78 Fed. Reg. 4212 (January
18, 2013) (final rule); Changesto Implement Micro
Entity Status for Paying Patent Fees, 77 Fed. Reg.
65019 (December 19, 2012) (final rule). See MPEP
§509.04.

If al of the required fees for supplemental
examination are not paid at the time the request is
filed, the request will be considered to be defective,
and a filing date will not be granted. See 37 CFR
1.610(d) and MPEP § 2812.01 et seq. |If, after
notification of the failure to pay al of the required
fees, thefeesare not timely received, then the request
will not receive afiling date, the processing of the
request will be terminated, and a refund in
accordance with 37 CFR 1.610(d) of any fees paid
will be made to the patent owner.
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The fee under 37 CFR 1.20(k)(2) for ex parte
reexamination ordered as aresult of asupplemental
examination proceeding will be refunded, in
accordance with 37 CFR 1.610(d), if the
supplemental examination certificate indicates that
no substantial new question of patentability (SNQ)
was raised by any of the items of information
properly submitted as part of the request, and
reexamination is not ordered.

2810.01 Document Size Fees[R-11.2013]

The document size fees, as set forth in 37 CFR
1.20(k)(3), are only applicable to non-patent
documents that having greater than 20 pages.
Non-patent documents having 20 pages or less are
not subject to the document size fees. Non-patent
documents include, for example, non-patent
literature, transcripts of audio or video recordings,
and court documents. Patent documents, such as
U.S. patents, U.S. patent application publications,
published international patent applications, and
foreign patents and patent application publications,
are not subject to the document size fees.
Trandations of non-English language patent
documents are also “patent documents” within the
meaning of the rule, and are not subject to the
document size fees.

Each non-patent document will be separately subject
to the document size fees if greater than 20 pages.
For example, each non-patent document attached to
adeclaration as an exhibit will be subject to itsown
document size fees if the document is greater than
20 pages. Thus, a 21-page journal article, which is
designated as an exhibit to a declaration under 37
CFR 1.132, isconsidered to be a separate document
for the purposes of the document size fees and its
pages will be counted separately from the pages of
the declaration.

Non-patent documents having 21-50 pages are
subject to the fee pursuant to 37 CFR 1.20(k)(3)(i),
per document. Non-patent documents having greater
than 50 pages are, in addition, subject to adocument
size fee for each additional 50-page increment, or a
fraction thereof, per document, pursuant to 37 CFR

1.20(k)(3)(ii).
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The document size fees will not be pro-rated. For
example, if arequest for supplemental examination
included a 51-page non-patent document and a
99-page non-patent document, the same total fee
would be due for each document.

Blank pages will be counted. The Office uses an
automatic page counter that does not subtract blank
pages from the total page count for the non-patent
document. This policy is consistent with the Office
policy for application size fees.

Examples

Document Size Feefor Each Non-Patent Document Having
21-50 Pages

A request for supplemental examination includes eight
documents: two U.S. patents, one U.S. patent application
publication, one published international patent application, one
Japanese published application, two journal articles, and acourt
document. The Japanese published application is not in the
English language. For this reason, the request also includes a
ninth document, which is a 22-page trand ation of the Japanese
published application. Thefirst journa articleis 20 pageslong,
the second journa article is 25 pages long, and the court
document is 50 pages long.

In this example, the U.S. patents, the U.S. patent application
publication, the published international patent application, and
the Japanese published application and its 22-page trandlation,
are all patent documents, and are not subject to the document
size fees. The 20-page journa article, which has 20 pages or
less, is also not subject to the document size fees.

Inthisexample, there are only two documents which are subject
to the document size fee for non-patent documents which have
21-50 pages. the 25-page journal article and the 50-page court
document. Therefore, the request should be accompanied by a
payment equivalent to two document size fees pursuant to 37

CER 1.20(K)(3)(i).

In addition, there are no non-patent documents having greater
than 50 pages. Therefore, there are no non-patent documents
subject to the document size fee pursuant to 37 CFR
1.20(K)(3)(ii). For EFS-Web Filers: in thisexample, the number
“2" should be entered into the box labeled “Quantity” for the
number of documents subject to the fee for non-patent
documents having 21-50 pages.

Document Size Feefor Each Additional 50-Page | ncrement,
Per Document

A request for supplemental examination includes six documents:
one U.S. patent, one 21-page journa article, one 30-page
declaration under 37 CFR 1.132, one 2-page invoice or sales
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receipt, one 55-page transcript of an audio or video recording,
and one 148-page copy of acatalog. The 2-pageinvoiceor sales
receipt is designated as an exhibit to the 30-page declaration.

Inthisexample, the U.S. patent is apatent document, and is not
subject to the document size fees. The 2-page invoice or sales
receipt isconsidered to be a separate document for the purposes
of the document size fees, even though it is designated as an
exhibit to the declaration. It is not subject to the document size

§2811

fee because it has less than 20 pages. (If the declaration
designated as an exhibit included one or more non-patent
documents each having greater than 20 pages, then each of the
greater-than-20-page exhibitswoul d be subject to the document
sizefees)

The remaining documents are subject to the document size fees,
which are calculated as follows:

21-50 pages Each additional 50 pagesor a
fraction

21-pagejournal article 1

30-page declaration 1

55-page transcript of audioor 1 1

video recording

148-page chapter of textbook 1 2

Total Quantity 4 3

In this example, the 21-page journal article and the 30-page
declaration are each subject to the fee for anon-patent document
having 21-50 pages. The 55-page transcript and the 148-page
catalog also include pages 21-50, and are subject to the same
fee. (For EFS-Web Filers: the number “4” should be entered
into the box labeled “Quantity” for the number of documents
subject to the fee for non-patent documents having 21-50 pages).

In addition, the 55-page transcript and the 148-page catalog
each have greater than 50 pages, and thereforeinclude all, or a
fraction, of at least one additional 50-page increment. The
55-page transcript includes only one (5-page) fraction of a
50-page increment greater than 50 pages. The 148-page catalog
includestwo 50-page increments (or afraction thereof): onefor
pages 51-100, and a second one for pages 101-148. (For
EFS-Web Filers: the number “3” should be entered in the box
labeled “Quantity” for the number of documents having
additional 50-page increments or a fraction thereof).

Therefore, in this example, the request should be accompanied
by a payment equivalent to four times the document size fee
pursuant to 37 CFR 1.20(k)(3)(i), plusthree timesthe document
size fee pursuant to 37 CFR 1.20(k)(3)(ii).

Note: If the request in the above example also included a
562-page textbook, the document size fees for that document
would include one fee under 37 CFR 1.20(k)(3)(i) for pages
21-50, and, in addition, the equivalent of eleven fees under 37
CER 1.20(k)(3)(ii) for pages 51-562. The total document size
fee for the 562-page textbook would be added to the total for
al of the documents in the above example. If the 562-page
textbook were designated as an exhibit to the 30-page
declaration, the fee total would be the same, because the
textbook would be considered as a separate document for the
purposes of calculating the document size fees, even though it
is designated as an exhibit to a declaration.
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Patent owners are encouraged to redact lengthy documents to
include only the relevant portions, unless the redaction would
remove context such that the examiner would not be provided
with afull indication of the relevance of the information.

For e-filing information, please see the “EFS-Web Quick Start
Guide to Filing a Supplemental Examination Request,” which
isavailableat http://www.uspto.gov/sites/default/files/patents/
processffile/efs/guidance/ QSG_Supplemental Exam.pdf.

2811 Content of Request for Supplemental
Examination [R-11.2013]

37 CFR 1.610 Content of request for supplemental
examination.

(a) A request for supplemental examination must be
accompanied by the fee for filing arequest for supplemental
examination as set forth in § 1.20(k)(1), the fee for
reexamination ordered asaresult of asupplemental examination
proceeding as set forth in 8 1.20(k)(2), and any applicable
document size fees as set forth in § 1.20(k)(3).

(b) A request for supplemental examination must include:

(1) Anidentification of the number of the patent for
which supplemental examination is requested.

(2) A list of theitems of information that are requested
to be considered, reconsidered, or corrected. Where appropriate,
thelist must meet the requirements of § 1.98(b).

(3) A list identifying any other prior or concurrent
post-patent Office proceedings involving the patent for which
supplemental examination is being requested, including an
identification of the type of proceeding, the identifying number
of any such proceeding (e.g., a control number or reissue
application number), and thefiling date of any such proceeding.
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(4) Anidentification of each claim of the patent for
which supplemental examination is requested.

(5) A separate, detailed explanation of the relevance
and manner of applying each item of information to each claim
of the patent for which supplemental examination is requested.

(6) A copy of the patent for which supplemental
examination is requested and a copy of any disclaimer or
certificate issued for the patent.

(7) A copy of each item of information listed in
paragraph (b)(2) of this section, accompanied by awritten
English trandlation of all of the necessary and pertinent parts of
any non-English languageitem of information. The patent owner
is not required to submit copies of items of information that
form part of the discussion within the body of the request as
specifiedin § 1.605(b), or copiesof U.S. patentsand U.S. patent
application publications.

(8) A summary of the relevant portions of any
submitted document, other than the request, that is over 50 pages
in length. The summary must include citations to the particular
pages containing the relevant portions.

(9) Anidentification of the owner(s) of theentireright,
title, and interest in the patent requested to be examined, and a
submission by the patent owner in compliance with § 3.73(c)
establishing the entirety of the ownership in the patent requested
to be examined.
*kkkk

37 _CFR _1.610(a) requires payment of the fee
specified in 37 CFR 1.20(k)(1), the fee for
reexamination ordered as aresult of a supplemental
examination proceeding as set forth in 37 CFR
1.20(k)(2), and any applicable document size fees
asset forthin 37 CER 1.20(k)(3). See MPEP § 2810.

37 CFR 1.610(b) setsforth content requirementsfor
a request for supplemental examination. The
elements are as follows:

. ANIDENTIFICATION OF THE PATENT FOR
WHICH SUPPLEMENTAL EXAMINATION IS
REQUESTED

37 CFR 1.610(b)(1) requiresthat the request include
an identification of the number of the patent for
which supplemental examination is requested.

Il. ALIST OFALL ITEMSOF INFORMATION
SUBMITTED WITH ORASPART OF THE
REQUEST

37 CFR 1.610(b)(2) requiresthat the request include
alist of the items of information that are requested
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to be considered, reconsidered, or corrected. Where
appropriate, the list must meet the requirements of
37 CFR 1.98(b). For example, the list must include
a publication date for each item of information, if
applicable. If theitem of informationisaU.S. patent,
it must beidentified by inventor, patent number, and
issue date, as required by 37 CFR 1.98(b)(1).

This list must include each of the items of
information submitted with or as part of the request.
See MPEP § 2809 for more information about
requirementsfor items of information. If theitem of
information isadiscussion contained within the body
of therequest, the pages of the request on which the
discussion appears, and a brief description of the
item of information, such as “discussion in request
of why the claims are patentable under 35 U.S.C.
101, pages 7 - 11,” must belisted. Patent ownersare
strongly encouraged to use Part B of Office Form
PTO/SB/59 to provide the list.

The list must be limited to the items of information
for which aseparate, detailed explanationisprovided
in the request, as required by 37 CFR 1.610(b)(5),
and, of which a copy is provided with the request,
when required by 37 CFR 1.610(b)(7). If the list
contains an item of information for which the
required detailed explanation and required copy (if
applicable) are not provided with the request, the
request may not be granted afiling date, and anotice
of noncompliant supplemental examination request,
informing the patent owner of the defects, may be
mailed by the Office.

Thelist should identify eachitem of theinformation
in amanner that clearly corresponds to any copy of
the item of information provided with the request
and to the detailed explanation of the manner of
applying the item of information, pursuant to 37
CFR 1.610(b)(5), provided in the request.

The request must include a separate, detailed
explanation of the relevance and manner of applying
each item of information listed pursuant to 37 CFR
1.610(b)(2) to each claim of the patent for which
supplemental examination isrequested. See 37 CFR
1.610(b)(5). See d so subsectionV below, and M PEP
§2811.01.
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1. ALIST OF PRIOR OR CONCURRENT
POST-PATENT OFFICE PROCEEDINGS

37 CFR 1.610(b)(3) requiresthat the request include
a list identifying any other prior or concurrent
post-patent Office proceedingsinvolving the patent
for which the current supplemental examination is
requested, including: an identification of the type of
proceeding, theidentification of Office serial number
of any such proceeding ( e.g., a control number or
areissue application number), and the filing date of
any such proceeding. The type of proceeding may
be, for example, an ex parte or inter partes
reexamination proceeding, areissue application, an
interference, another supplemental examination
proceeding, apost-grant review proceeding, an inter
partes review proceeding, or a covered business
method review proceeding. Patent owners are
strongly encouraged to use Office Form PTO/SB/59
to provide alist with arequest.

It such notice has not been previously provided with
therequest, 37 CFR 1.620(d) requiresthat the patent
owner must, as soon as possible upon the discovery
of any other prior or concurrent post-patent Office
proceeding involving the patent for which the
supplemental examination is requested, file a paper
limited to notifying the Office of the post-patent
Office proceeding. See MPEP § 2820.

IV. IDENTIFICATION OF EACH CLAIM OF THE
PATENT FOR WHICH SUPPLEMENTAL
EXAMINATION ISREQUESTED

37 CFR 1.610(b)(4) requiresthat the request include
an identification of each claim of the patent for
which supplemental examination is requested. The
result of a supplemental examination is a
determination whether any of the items of
information raises a SNQ. Because patentability
relates to the claims of the patent, the patent owner
must identify the patent claims to be examined in
order for the Office to determine whether a SNQ
affecting those claims has been raised by an item of
information.

For example, if the information raises a question as
to the adequacy of the written description portion of
the specification, the SNQ pertains to the question
of whether the specification provides adequate
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support under 35 U.S.C. 112 for theidentified claim.
If the information raises a question regarding
whether the claimed invention may be anticipated
or may be obvious, the SNQ pertainsto the question
of whether the identified claim is patentable under
35U.S.C. 102 or 35 U.S.C. 103 in view of theitem
of information.

V. A SEPARATE, DETAILED EXPLANATION OF
RELEVANCE AND MANNER OF APPLYING
EACH ITEM OF INFORMATION TO EACH
PATENT CLAIM FOR WHICH SUPPLEMENTAL
EXAMINATION ISREQUESTED

37 CFR 1.610(b)(5) requiresthat the request include
aseparate, detailed explanation of the relevance and
manner of applying each item of information to each
clam of the patent for which supplemental
examination isrequested. See MPEP § 2811.01 for
adetailed discussion of thisrequirement. In addition,
patent owners may also consider the guidance set
forth in MPEP 88 2214 and 2217, which govern the
content of arequest for ex parte reexamination.

VI. A COPY OF THE PATENT FOR WHICH
SUPPLEMENTAL EXAMINATION IS
REQUESTED, AND A COPY OF ANY
DISCLAIMER OR CERTIFICATE ISSUED FOR
THE PATENT

37 CFR 1.610(b)(6) requiresthat the request include
a copy of the patent for which supplemental
examination is requested, and a copy of any
disclaimer or certificateissued for the patent. A copy
of the patent, for which supplemental examination
is requested, should be provided with the
specification and claims submitted in a double
column format. The drawing pages of the printed
patent are presented as they appear in the printed
patent; the same is true for the front page of the
patent. Thus, a full copy of the printed patent
(including the front page) can be used to providethe
abstract, drawings, specification, and claims of the
patent for the request for supplemental examination.
The printed patent is to be reproduced on only one
side of the paper; submission of a two-sided copy
of the patent is not proper.

A “certificate issued for the patent” includes, for
example, a certificate of correction, a certificate of
extension, a supplemental examination certificate,
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a post-grant review certificate, an inter partes
review certificate, an ex parte reexamination
certificate, and/or an inter partes reexamination
certificate issued for the patent. Any disclaimer or
certificate issued in the patent generally becomes a
part of the patent. Thus, a copy of each must be
supplied in order to provide the complete patent.
The copy must have each page plainly written on
only one side of a sheet of paper.

VIl. A COPY OF EACH ITEM OF INFORMATION

37 CFR 1.610(b)(7) requiresthat the request include
acopy of each item of information listed in 37 CFR
1.610(b)(2), accompanied by a written English
trangdlation of all of the necessary and pertinent parts
of any non-English language document. See MPEP
8 609.04(a), subsection 111, for more information
regarding trandations of non-English language
documents. The requirement of 37 CFR 1.610(b)(7)
isimportant becauseit allowsfor all materialsto be
available to the examiner for full consideration
within the three-month statutory time period for
supplemental examination. The copy of each item
of information listed under 37 CFR 1.610(b)(2) must
belegible, and must be otherwisein full compliance
with 37 CFR 1.52. See 37 CFR 1.615 and MPEP §
2807. The request must not include a copy of any
item of information that is not listed under 37 CFR

1.610(b)(2).

Items of information that form part of the discussion
within the body of the request as specifiedin 37 CFR
1.605(b) are not required to be submitted. As
discussed previously, if the information to be
considered, reconsidered, or corrected isnot, at |east
in part, contained within or based on any supporting
document submitted as part of the request, the
discussion within the body of the request relative to
the information will be considered as the item of
information, a copy of which is not required under
37 CFR 1.610(b)(7) to be separately submitted.
SeeM PEP § 2809, subsection I1.C.

Copies of U.S. patents and U.S. patent application
publications are not required, but may be submitted.

VI, ASUMMARY OF THE RELEVANT
PORTIONS OF ANY DOCUMENT, OTHER THAN

Rev. 07.2015, October 2015

MANUAL OF PATENT EXAMINING PROCEDURE

THE REQUEST, WHICH ISOVER FIFTY PAGES
INLENGTH

37 CFR 1.610(b)(8) requiresthat the request include
asummary of the relevant portions of any submitted
document (including patent documents), other than
the request, that is over fifty (50) pages in length.
The summary must include citationsto the particul ar
pages containing the relevant portions. Thissummary
may be similar to the requirement for information
disclosure statements of a discussion of the relevant
and pertinent parts of a non-English language
document. See MPEP § 609.04(a), subsection II1.
This requirement will assist the Office in treating
information presented in lengthy documents within
the statutory three-month time period. Patent owners
are encouraged to redact lengthy documents to
include only the relevant portions, unless the
redaction would remove context such that the
examiner would not be provided with a full
indication of the teachings of theitem of information
with respect to the claimed invention.

IX. ANIDENTIFICATION OF THE OWNER(S) OF
THE ENTIRE RIGHT, TITLE, AND INTEREST IN
THE PATENT REQUESTED TO BE EXAMINED,
AND A SUBMISSION UNDER 37 CFR 3.73(c)

37 CFR 1.610(b) requires that the request must
include an identification of the owner(s) of theentire
right, title, and interest in the patent requested to be
examined, and a submission by the patent owner in
compliance with 37 CFR 3.73(c) establishing the
entirety of the ownership in the patent requested to
be examined. A request for supplementa
examination of apatent must befiled by the owner(s)
of the entire right, title, and interest. See 37 CFR
1.601(a). Thisis because the scope of a patent may
be changed (e.g., by cancellation or amendment of
the claims) during any ex parte reexamination
proceeding that may be ordered as a result of the
supplemental examination proceeding, and this
change must be binding on al parties having an
ownership interest in the patent. Furthermore, the
Office has consistently required that all parties
having an interest in a patent are deemed “a patent
owner” as a composite entity and must act together
in proceedings before the Office. See MPEP 88 301
and 324. This is aso consistent with ex parte

reexamination practice, which requires a patent
owner requester of an ex parte reexamination to
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comply with the provisionsof 37 CFR 3.71 and 3.73
for establishing an assignee’s right to take action
when submitting a power of attorney. See MPEP §
2222.

The Office may, under rare circumstances, permit
less than al of the owners to file a request for
supplemental examination if a grantable petition
under 37 CFR 1.183 requesting waiver of the
provisions of 37 CFR 3.71 and 3.73(c) isfiled. See
MPEP § 2803.

2800-27
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An application datasheet (ADS) under 37 CFR 1.76
cannot be submitted in a supplemental examination
proceeding since a supplemental examination
proceeding is not an “application.”

Form PTO/SB/59 should be helpful to personsfiling
requests for supplemental examination. The use of
this form as, for example, the transmittal form, list
of items of information, list of prior or concurrent
post-patent Office proceedings, and cover sheet for
a request for supplemental examination is
encouraged. The following is a copy of form
PTO/SB/59.
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PTO/SB/59 (07-12)

Approved for use through 07/31/2015. OMB 0651-0064

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR SUPPLEMENTAL EXAMINATION TRANSMITTAL FORM

Address to:
Commissioner for Patents Attorney Docket No.:
P.O. Box 1450
Alexandria, VA 22313-1450 Date:

1. This is a request for supplemental examination pursuant to 37 CFR 1.610 of patent number
issued . 37 CFR 1.610(b)(1).

2. I:I Supplemental examination of claim(s) is requested.

37 CFR 1.610(b)(4).

3. |:| a. The name(s) of the patent owner(s) (not the patent practitioner(s)) is (are):

D b. A submission by the patent owner(s) in compliance with 37 CFR 3.73(c), which establishes that the patent
owner(s) has (have) the entirety of the ownership in the patent for which supplemental examination is
requested, is included. 37 CFR 1.610(b)(9).

4. |:| a. A check in the amount of § is enclosed to cover the fee for processing and treating a
request for supplemental examination, the fee for reexamination ordered under 35 USC 257, and the fee for
processing and treating each non-patent document over 20 sheets in length (37 CFR 1.20(k)(1 - 3));

|:| b. The Director is hereby authorized to charge all applicable fees as set forth in 37 CFR 1.20(k)(1 - 3)
to Deposit Account No. ;or

|:| ¢. Payment by credit card. Form PTO-2038 is attached. 37 CFR 1.610(a).

5. Any refund should be made by I:I check or D credit to Deposit Account No.
37 CFR 1.26(c). If payment is made by credit card, refund must be to the credit card account.

0. |:| A copy of the patent for which supplemental examination is requested, and a copy of any disclaimer or
certificate issued for the patent are included. 37 CFR 1.610(b)(6).

7. |:| CD-ROM or CD-R in duplicate, Computer Program (Appendix) or large table
[] Landscape Table on CD

8. |:| Nucleotide and/or Amino Acid Sequence Submission
If applicable, items a. — ¢. are required.

a. O Computer Readable Form (CRF)
b. Specification Sequence Listing on:

i ] CD-ROM (2 copies) or CD-R (2 copies); or
i. paper

c.[ staterments verifying the identity of above copies

9. |:| A list of no more than 12 items of information submitted as part of this request is provided in Part B of this form.
Where appropriate, the list must meet the requirements of 37 CFR 1.98(b). 37 CFR 1.605(a), 1.610(b)(2).

[Page 1 of 2]

This collection of information is required by 37 CFR 1.610. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 0.3 hours to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount
of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark

Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
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Patent No. PTO/SB/9 (07-12)
Approved for use through 07/31/2015. OMB 0651-0064

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

10. |:| A legible copy of each item of information listed in Part B of this form, and an English language translation of all necessary
and pertinent parts of each non-English language item of information are included.

Copies of items of information that form part of the discussion within the body of the request (see 37 CFR 1.605(b)), and
copies of U.S. patents and patent application publications, are not required. 37 CFR 1.610(b)(7).

11. I:] A summary of the relevant portions of each non-patent document that is over 50 pages in length (other than the request) is
included. The summary includes the required citations to the particular pages containing the relevant portions. 37 CFR
1.610(b)(8).

12. D A separate, detailed explanation of the relevance and manner of applying each item of information to each claim of the
patent for which supplemental examination is requested, is included. 37 CFR 1.610(b)(5).

13. D The below list includes all prior or concurrent post-patent Office proceedings (ex parte or infer partes reexamination, reissue,
supplemental examination, post grant review, or inter partes review) involving the patent for which supplemental examination
is being requested. 37 CFR 1.610(b)(3). An identifying number may be, e.g., a control no. or reissue application no. Any
prior or concurrent post-patent Office proceedings not listed below are listed on a separate paper accompanying the request.

Type of Proceeding Identifying Number Filing Date

D See accompanying paper for a list of additional prior or concurrent post-patent Office proceedings involving the patent for
which supplemental examination is requested. The paper should be a separate sheet titled “List of Prior or Concurrent Post-
Patent Office Proceedings” and must provide the type, identifying number, and filing date of the post-patent Office proceeding.

14. Correspondence Address: Please recognize, or change, the correspondence address for the file of the patent for which
supplemental examination is requested and for the supplemental examination proceeding to be:

I:l The address associated with Customer Number: OR

Firm or
Individual Name

Address
City | State Zip
Country

Telephone | Email

15. WARNING: Information on this form may become public. Credit card information should not be included on this form.
Provide credit card information and authorization on PT0O-2038.

Authorized Signature Date

Typed/Printed Name Registration No.

[Page 2 of 2]
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PTO/SB/59 (07-12)

Approved for use through 07/31/2015. OMB 0651-0064

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

(Also referred to as FORM PTO-X20CX)
REQUEST FOR SUPPLEMENTAL EXAMINATION TRANSMITTAL FORM
PART B - LIST OF ITEMS OF INFORMATION - Page 1

Patent number for which supplemental examination is requested Issue Date

All items of information (no more than 12) submitted herewith as part of this request for supplemental
examination of the above-identified patent are included in the following list:

U. S. PATENT DOCUMENTS
Cite Document Number Publication Name of Patentee or Pages, Columns, Lines, Where
No." [ Number-Kind Code” " Date Applicant of Cited Document Relevant Passages or Relevant
ko) MM-DD- Figures Appear
YYYY

us-
Us-
Us-
uUs-
us-
Us-
uUs-
uUs-
us-
Us-
Us-
us-

FOREIGN PATENT DOCUMENTS

Cite Foreign Patent Publication Name of Patentee or Pages, Columns, Lines, Where
No.' Document Date Applicant of Cited Document Relevant Passages or

Country Code’-Number'- | MM-DD- Relevant Figures Appear T2
Kind Code’ (if known) YYYY

" Applicant’s unique citation designation number (optional). 2 See Kinds Codes of USPTO Patent Documents at www.uspto.gov or MPEP 901.04. 3 Enter Office that issued
the document, by the two-letter code (WIPO Standard ST.3). ‘For Japanese patent documents, the indication of the year ofthe reign of the Emperor must precede the serial
number of the patent document. *Kind of document by the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. ® Applicant is to place a
check mark here if English language Translation is attached.

Page 1 of 2
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PTO/SB/BY (07-12)
Approved for use through 07/31/2015. OMB 0651-0064
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paesrwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.
(Also referred to as FORM PTO-X00C)

REQUEST FOR SUPPLEMENTAL EXAMINATION TRANSMITTAL FORM
PART B - LIST OF ITEMS OF INFORMATION - Page 2

Patent number for which supplemental examination is requested Issue Date o -
All items of information (no more than 12) submitted herewith as part of this request for supplemental
examination of the above- identified patent are included in the following list:

OTHER DOCUMENTS

Cite Document Information (include, where appropriate, name of the author, title of the article, book, magazine, journal, serial, symposium, catalog, etc.,
No.! publication date, page(s), volume-issue number(s), publisher, city and/or country where published. If a court document, identify the specific court, the
designation (case citation or numeric designation), the title of the document, and the date submitted in court. If a declaration, include the type (e.g., 37
CFR 1.132 or 1.131), name of declarant, and the date of declaration. If an invoice or sales receipt, include the date issued and the name of the issuer
(e.g., the name of the corporation or other place of business). Ifa discussion within the body of the request, include the pages of the request on which
the discussion appears, and a description of the discussion (e.g., “discussion in request of why the claims are patentable under 35 U.S.C. 101, pages
7-11.") _For all other materials, include, where appropriate, the title, author, date, and any descriptive information that would describe the document )

" Applicant's unique citation designation number (optional). * Applicant is to place a check mark here if English language Translation is attached.

Page 2 of 2
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised
that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is
voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process
and/or examine your submission related to a patent application or patent. If you do not furnish the requested information, the
U.S. Patent and Trademark Office may not be able to process andfor examine your submission, which may result in termination
of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act (5
U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether disclosure of these records is required by the Freedom of Information Act.
A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for the
information in order to perform a contract. Recipients of information shall be required to comply with the requirements
of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records may
be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant to
the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or
hisfher designee, during an inspection of records conducted by GSA as part of that agency’s responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (fe., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may be
disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is referenced
by either a published application, an application open to public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law enforcement
agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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2811.01 Detailed Explanation of the
Relevance and Manner of Applying Each
Item of Information [R-11.2013]

37 CFR 1.610 Content of request for supplemental
examination
*kkkk

(b) A request for supplemental examination must include:

*kkk*k

(5) A separate, detailed explanation of the relevance
and manner of applying each item of information to each claim
of the patent for which supplemental examination is requested.

*kkkk

. GENERAL

A separate, detailed explanation required by 37 CFR
1.610(b)(5) must include, for each item of
information listed pursuant to 37 CFR 1.610(b)(2),
an explanation of how the item of information may
be applied to the claims for which supplemental
examination is requested. The patent owner must
explain, for each claim requested to be examined,
either (1) what the item of information teaches with
respect to that claim, or (2) which teachings
contained in the item of information may be
considered by an examiner to be important when
determining the patentability of that claim.

The explanation should include citations to particular
portions or figures in the item of information in
which theteachingsarelocated. Ideally, the required
explanation can be provided using an appropriately
detailed claim chart that compares, limitation by
limitation, each claim for which supplemental
examination is requested with the teachings of each
item of information cited in the request.

A genera statement of relevance that is not tied to
any particular claim limitation is not sufficient to
meet the requirement.

Patent owners are strongly encouraged to specify
which claims are to be examined in light of which
items of information. If the patent owner desires to
request supplemental examination of al of theclaims
of the patent in light of all of theitems of information
submitted with the request, the patent owner is
encouraged to specifically request, for example,
supplemental examination of claims 1-10 (i.e., all
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of the claims of the patent) in light of, for example,
“the following items of information” (after which a
list of the items of information is provided). On the
other hand, if the patent owner separately lists: 1)
the claims for which supplemental examination is
requested; and 2) theitems of information submitted
with the request, but does not specify which of the
claims areto be examined in light of which items of
information, the request will be taken as a request
for the supplemental examination of all of the claims
requested in light of each item of information
submitted with the request. In either case, the patent
owner must provide aseparate, detailed explanation
of the manner of applying every item of information
submitted as part of the request to each claim for
which supplemental examination is requested.

The Office will assume that all of the claims
identified pursuant to 37 CFR 1.610(b)(4) are
requested to be considered in light of every item of
information listed under 37 CFR 1.610(b)(2), unless
otherwise specified. For example, if, in arequest for
the supplemental examination of claims 1-10, five
itemsof information arelisted, and the patent owner
wishes supplemental examination of claims 1-5
based on the first two items of information and
supplemental examination of claims 1-10 based on
the next three items of information, the patent owner
must clearly indicate which claims are requested to
be examined in light of which items of information.
The patent owner can provide such an indication,
for example, by use of the headings in the detailed
explanation as discussed below, and/or in atable of
contents.

A separate, detailed explanation is also required for
each dependent claim for which supplemental
examination isreguested. If the patent owner wishes
to rely upon the explanation of the manner of
applying theitem of information to the independent
claim as the required explanation for the dependent
claim, the patent owner should so state. For example,
the patent owner may state: “Because dependent
clams 2-5 each include all of the limitations of
independent claim 1, the patent owner relies upon
the required explanation under 37 CFR 1.610(b)(5)
of the manner of applying the Fisher article to
independent claim 1, provided above, astherequired
explanation under 37 CFR 1.610(b)(5) for dependent
claims2-5." The patent owner isreminded, however,
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that if the patent owner relies on a proper, detailed
explanation of an independent claim as the detailed
explanation for the dependent claims, then areview
of the dependent claims may be limited to the
detailed explanation of the independent claim
provided by the patent owner.

If the request does not include an explicit statement
incorporating the explanation for the independent
claim as the required explanation for the dependent
claims, or if the request fals to include separate
explanations for the dependent claims, the Office
may mail anotice of noncompliant request to inform
the patent owner of the deficiency. See MPEP §
2812.02.

The Office does not recommend that the detailed
explanation under 37 CFR 1.610(b)(5) be combined
with an optional discussion, such as a discussion
under 37 CFR 1.610(c)(3) of how the claims
patentably distinguish over the item of information.
See MPEP § 2812.02. Although the rules do not
prevent the patent owner from combining such
optional discussionswithin the detailed explanation,
the Office recommends that this optional discussion
be made under a separate subheading such as
“Optional Explanation under 37 CFR 1.610(c).” The
Office has found that requests that combine the
detailed explanation with the optional discussion
typically include a lengthy discussion of why the
claims are patentable over the items of information,
or why theitems of information do not raisea SNQ,
with little to no explanation as to how the item of
information is applicableto the claim limitations, as
required by 37 CFR 1.610(b)(5). By combining
optional discussions with the required detailed
explanation, the patent owner runs the risk of
obscuring the “detailed explanation.” Such an
obscured request could potentially result in the
Office finding the “detailed explanation” was not
provided, and therefore lead to a determination that
the request failed to comply with the filing date
requirements, and the loss of the date of the original
deposit of the request as the filing date.

Use of headings and subheadings in the detailed
explanation section of the supplemental examination
reguest is encouraged. For example, headings that
identify each item of information and which claims
are being discussed are excellent tools to ensure
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clarity in the explanations. In addition, under each
heading, the Office highly recommends using
separate subheadings for each independent claim
and its associated dependent claims, if applicable.

For example, the patent owner may provide a series
of statementswhich identify which claimsareto be
examined in light of each item of information listed
under 37 CFR 1.610(b)(2). The statements do not
need to take the form of a proposed rejection, but
should be sufficiently clear to determine the scope
of the request. These statements will NOT be
construed as an admission of unpatentability. These
statementswould only indicate that the patent owner
isrequesting that the Office consider whether certain
issues may be raised by each item of information
with respect to specific claims. If the patent owner
is aware, or is made aware, that an item of
information may raise particular patentability issue(s)
(e.g., anticipation, obviousness, written description,
enablement, etc...), the patent owner may identify
these issues in the explanation under 37 CFR
1.610(b)(5). These statements would provide a
focused review on the potential issues and explicit
consideration of those potential issueson the record.

The following are examples of statements that may
be set forth as headingsin the detailed explanation:

Supplemental examination is requested for claims
1-10 of the * 123 patent in view of the Fisher article.

The patent owner requests the Office to consider
whether the Fisher article raises a SNQ affecting
clams1, 4, 7, and 15 of the ‘123 patent.

Does Smith raise a SNQ affecting claims 1-3 and
5-7?

Does the Byrd declaration raise issues under 35
U.S.C. 101 affecting claims 1-77?

Does the Byrd declaration raise issues under 35
U.S.C. 112 affecting claims 2 and 8?

Are claims 1-5 entitled to the earlier filing date of
March 5, 2008 in light of the Wolf declaration?

2800-34



SUPPLEMENTAL EXAMINATION

Patent owners are encouraged to be as
comprehensive as possible in the explanation. This
allowsthe patent owner to frame any potential issues,
and assists the examiner in focusing on these
potential issues to better determine if a SNQ is, or
is not, raised. See also the guidance provided in
MPEP 88 2214 and 2217 for ex partereexamination
proceedings.

Any failure to provide the required explanation for
any item of information, or for any claim for which
supplemental examination is requested, will be
identified in a “Notice of Noncompliant
Supplemental Examination Request (37 CFR
1.610(d)).” See MPEP § 2812.02. Evenif the request
failsto strictly comply with the detailed explanation
requirement, the Office may, in its sole discretion,
accept the request if it is readily understood from
the explanation provided in the request how the each
of theitemsof information submitted with or as part
of the request may be applied to each of the claims
for which supplemental examination is requested.

1. REQUIREMENT CANNOT BE SATISFIED BY
INCORPORATING BY REFERENCE A PAPER
FROM ANOTHER PROCEEDING OR BY
RELYING ON A PAPER BY A THIRD PARTY

The requirement for a detailed explanation may not
be met by incorporating by reference a paper from
another proceeding, or by relying on a paper of a
third party, which is submitted with the request.

A request for supplemental examination must stand
onitsown. A request for supplemental examination
cannot be made, and the requirementsfor a detailed
explanation pursuant to 37 CFR 1.610(b)(5) cannot
be satisfied, by incorporating by reference a paper
from another proceeding. A paper filed in another
proceeding must comply with the regulations and
procedures set for that proceeding, and would
address the issues specific to that proceeding, not to
the present supplemental examination proceeding.
A procedure which would require the examiner to
sort through a paper filed in another proceeding and
determine which issues may beraised and treated in
a supplemental examination proceeding would
frustrate the Office’'s ability to conclude the
supplemental examination proceeding within three
months of the filing date of the request, as required
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by 35 U.S.C. 257. For example, the patent owner
cannot rely on an Office action from another
proceeding as the detailed explanation required by
37 CFR 1.610(b)(5) of the manner of applying the
references cited in the Office action. Incorporation
by reference would require Office staff to review
any incorporated papers (such as, e.g., an Office
action) to see if the papers happen to include a
discussion of each item of information identified in
the present supplemental examination proceeding
and explain, in detail, how each item of information
may be applied to each claim for which supplemental
examination is requested, in order to determine if
the filing date requirements are met. Such a
procedure would absorb a greater portion of the
threeemonth time period for conducting the
supplemental examination and reduce the time
available for a full and comprehensive analysis of
each item of information submitted as part of the
request. For these reasons, each request must stand
on its own. The requirement for a detaled
explanation cannot be satisfied by incorporating by
reference a paper from another proceeding.

The detailed explanation must reflect the opinion of
the patent owner, and not that of a third party
(including a patent examiner). 35 U.S.C. 257(a)
specifies that a patent owner may request
supplemental examination. The statute does not
authorize the Office to accept a request for
supplemental examination by a party other than the
patent owner. The patent owner may not file papers
on behalf of athird party and thus circumvent the
intent of the Ilegidation for supplementa
examination. For thisreason, the detailed explanation
required under 37 CFR 1.610(b)(5) must be drafted
by the patent owner, and must reflect the opinion of
the patent owner, i.e., what the patent owner believes
is the relevance of each item of information, and
what the patent owner believes is the manner of
applying each item of information to each claim of
the patent for which supplemental examination is
requested. The patent owner may not rely on apaper
filed by athird party (including a paper drafted by
a patent examiner) to provide the detaled
explanation required by 37 CFR 1.610(b)(5) because
the paper filed by the third party does not necessarily
reflect the opinion of the patent owner.
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If the patent owner wishes to have the examiner
consider, in asupplemental examination proceeding,
an Office action from another application or
proceeding, the patent owner must separately list the
Office action and any documents mentioned in the
Office action asitems of information pursuant to 37
CFR 1.610(b)(2), and provide, when required under
37 CFR 1.610(b)(7), copies of each item of
information. In addition, the patent owner must
supply its own detailed explanation under 37 CFR
1.610(b)(5), of how the Office action and any
documents mentioned in the Office action may be
applied to the clams for which supplemental
examination is requested.

[1l. DETAILED EXPLANATION OF
INFORMATION LIMITED TO CORRECTION OF
FACTUAL INFORMATION

If therequest includes an item of information limited
to a correction of factua information, such as a
foreign priority or domestic benefit claim, or the
common ownership of the claimed invention, the
reguest should also include one or more additional
item(s) of information that potentially provide
evidence that the patentability of the claims depends
upon the factual information to be corrected. See
MPEP § 2809.01. In such a case, the request must
include a detailed explanation required under 37
CFR 1.610(b) of how each of the additional item(s)
of information may be applied to the claims for
which supplemental examination is requested. For
example, if the patent owner wishes to correct the
effectivefiling date of the patent to be examined by
claiming the benefit of an earlier filing date of, e.g.,
aparent patent, the request should include a copy of
the parent patent as a first item of information, and
acopy of an intervening reference as a second item
of information. The patent owner must include in
the request a detailed explanation of how the
intervening reference may be applied to the claims
of the patent to be examined if the effective filing
date remains unchanged and is not corrected.
As another example, if the patent owner wishes to
delete a benefit claim, or correct an earlier-obtained
(incorrect) benefit claim in order to properly claim
the benefit of alater filing date of a parent patent,
the request should include, as separate items of
information, a copy of any parent patent document
on which the later (corrected) effective filing date
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is based, and a copy of an intervening reference
which would pre-date the effective filing date of the
patent to be examined, if the domestic benefit claim
weredeleted or corrected to an appropriate later date.
In this case, the patent owner must include in the
request adetailed explanation of how theintervening
reference may be applied to the patent claimsif the
effective filing date of the patent to be examined is
corrected to thelater date.

The request must also include an explanation of how
the patent owner is entitled to the corrected factual
information, where appropriate. For example, if the
patent owner informs the Office that the effective
filing date of the patent to be examined should reflect
an earlier filing date of a parent patent, then the
patent owner must also include in the request a
detailed explanation of how the patent owner is
entitled to the earlier effective filing date, by, for
example, explaining how each claim limitation is
supported by the parent patent. If, however, the
patent owner merely wishes to delete a foreign
priority or domestic benefit claim, an explanation
of how the patent owner is entitled to the (new)
effective filing date, if the domestic benefit claim
(or, where appropriate, theforeign priority claim) is
deleted, is not required.

Example.

A reguest for supplemental examination includes an item of
information limited to the correction of the effective filing date
of the patent, such as a copy of a parent patent and a discussion
within the body of the request limited to how the effectivefiling
date should be corrected, i.e., by changing the effective filing
date of the patent to be examined to the earlier filing date of the
parent patent. The request also includes a second item of
information, i.e., an intervening reference, which causes the
patentability of the claimsto depend upon the domestic benefit
clam. In such a case, the patent owner must include in the
request a detailed explanation of how the intervening reference
may be applied to the clams for which supplemental
examination isrequested, if the effectivefiling date of the patent
to be examined remains unchanged and is not corrected. The
patent owner must also include a detailed explanation of how
the patent owner is entitled to the earlier effective filing date,
by, for example, explaining how each claim limitation is
supported by the parent patent.

2811.02 Optional Content [R-11.2013]

37 CFR 1.610 Content of request for supplemental
examination.
*kkkkk
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(c) Therequest may also include:

(1) A cover sheet itemizing each component submitted
as part of the request;

(2) A table of contentsfor the request;

(3) An explanation of how the claims patentably
distinguish over the items of information; and

(4) An explanation of why each item of information
submitted with the request does or does not raise a substantial
new question of patentability.

*kkkk

37 CFR 1.610(c) provides that the request may
optionally include the following enumerated
elements:

I. ACOVER SHEET

37 CFR 1.610(c)(1) permits the request to include
a cover sheet itemizing each component submitted
as part of the request. A “component” may be a
certificate of mailing, the request, the patent to be
examined, an item of information, and any other
separate document that is deposited with or as part
of the request. Submission of acover sheet will assist
the Officeinthereview of the request for compliance
with the filing date requirements. For example, the
Office may readily recognize that certain
components listed as submitted on the cover sheet
may be missing from the file and quickly contact
the patent owner for correction. The Office
encourages patent owners to submit a cover sheet
with a request for supplemental examination. Use
of the form PTO/SB/59 as the cover sheet is
particularly encouraged.

1. ATABLE OF CONTENTS

37 CFR 1.610(c)(2) permits the request to include
atable of contents for the request. Submission of a
table of contents will provide clarity to the record
and also help ensure that the request includes all of
the required elements in accordance with 37 CFR
1.610(a) and 37 CFR 1.610(b). In addition, a table
of contents will also assist in the initial review of
the request to determine if the filing date
reguirements are met and in the examiner'sanalysis
of the request during the supplemental examination
proceeding.

2800-37

§2811.02

I11. AN EXPLANATION OF HOW THE CLAIMS
PATENTABLY DISTINGUISH OVER THE ITEMS
OF INFORMATION

37 CFR 1.610(c)(3) provides that the request may
include an explanation of how the claims patentably
distinguish over the items of information. This
optional discussion should be separately made under
aseparate subheading such as* Optional Explanation
under 37 CFR 1.610(c)(3).” The Office has found
that requests that combine the detailed explanation
under 37 CFR 1.610(b)(5) with the optiona
discussion under 37 CFR 1.610(c)(3) typically have
alengthy discussion of why the claims are patentable
over the items of information with little to no
explanation as to how the item of information is
applicableto the claim limitations as required by 37
CFR _1.610(b)(5). By combining the optional
discussion with the required detailed explanation,
the patent owner runs the risk that the Office will
find that the required explanation was not provided,
causing the request to be noncompliant, and theloss
of the date of the original deposit of the request as
the filing date. See MPEP § 2812.02.

IV. AN EXPLANATION OF WHY EACH ITEM OF
INFORMATION SUBMITTED WITH THE
REQUEST DOESOR DOESNOT RAISE A
SUBSTANTIAL NEW QUESTION OF
PATENTABILITY

37 CFR 1.610(c)(4) provides that the request may
include an explanation why each item of information
does or does not raise a SNQ. Patent owners are
encouraged to submit this explanation, which will
assist the Office in analyzing the request. If the
patent owner does submit this optional content,
particularly where the patent owner explains why
each item of information does not raise a SNQ, the
Office strongly recommends that this optional
discussion be separately presented, in the request,
from the explanation required by 37 CFR
1.610(b)(5), under a subheading such as “Optional
Explanation under 37 CFR 1.610(c)(4)". See MPEP
88 2811.01 and 2812.02.

An application datasheet (ADS) under 37 CFR 1.76
cannot be submitted in a supplemental examination
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proceeding since a supplemental examination
proceeding is not an “application.”

2812 Initial Processing of a Request for
Supplemental Examination [R-11.2013]

All processing of requests for supplemental
examination and of other papers filed in a
supplemental examination proceeding and in any
resulting ex parte reexamination proceeding will be
performed by the staff of the Central Reexamination
Unit.

2812.01 Filing Date of the Request
[R-11.2013]

37 CFR 1.610 Content of request for supplemental
examination.

(d) Thefiling date of arequest for supplemental
examination will not be granted if the request isnot in
compliance with 88 1.605, 1.615, and this section, subject to
the discretion of the Office. If the Office determines that the
request, as originally submitted, is not entitled to afiling date,
the patent owner will be so notified and will be given an
opportunity to complete the request within a specified time. If
the patent owner does not timely comply with the notice, the
request for supplemental examination will not be granted afiling
date and the fee for reexamination as set forth in § 1.20(k)(2)
will be refunded. If the patent owner timely files a corrected
reguest in response to the notice that properly addresses all of
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the defects set forth in the notice and that otherwise complies
with all of the requirements of 88 1.605, 1.615, and this section,
the filing date of the supplemental examination request will be
the receipt date of the corrected request.

*kkkk

The request must satisfy all the requirements of 37
CFR 1.605, 1.610 and 1.615, in order for afiling
dateto be granted. The Central Reexamination Unit
will determine if a request for supplemental
examination meets these requirements and will be
granted a filing date. Even if the request is
determined to be defective, the Office has the
discretion under 37 CFR 1.610(d) to grant a filing
date. However, the Office will not generally grant a
filing date to a defective request unless the request
contains only minor defects, such as minor
formatting defects (e.g., improper margins, etc.).

If the request is not granted afiling date, the Office
will mail a*“Notice of Noncompliant Supplemental
Examination Request (37 CFR 1.610(d))”, detailing
the defectsin the request. See MPEP § 2812.02.

If the request is granted afiling date, the Office will
mail a “Notice of Supplemental Examination
Request Filing Date”. The following is a copy of
such anotice.
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UNITED STATES PATENT AND TRADEMARK OFFIGE

§2812.01

Jones Law Firm
123 Anywhere Street
Anywhere, VA 12345

Patent No.: 5,123,456

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLO gov

Control No.: 96/999,999
Date Mailed: 01/18/2013

NOTICE OF SUPPLEMENTAL EXAMINATION REQUEST FILING DATE

The patent owner is hereby notified that the filing date of the request for supplemental examination is
0111512013, the date that a request meeting all of the applicable requirements of 37 CFR §§ 1.605, 1.610,

and 1.815 was received by the Office.

A supplemental examination certificate will issue within three months from the filing date of the request for

supplemental examination. See 37 CFR 1.625.

This notice is being sent to the official correspondence address of record which, in a supplemental
examination proceeding, is the official correspondence address of record in the patent file. See 37 CFR

1.33.

fJane Doe/

Legal Instruments Examiner
Central Reexamination Unit 571 272 7705, FAX No. 571 272 9900
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2812.02 Noncompliant Request for
Supplemental Examination [R-11.2013]

37 CFR 1.610 Content of request for supplemental
examination.
*kkkk

(d) Thefiling date of arequest for supplemental
examination will not be granted if the request isnot in
compliance with 88 1.605, 1.615, and this section, subject to
the discretion of the Office. If the Office determines that the
reguest, as originally submitted, is not entitled to afiling date,
the patent owner will be so notified and will be given an
opportunity to complete the request within a specified time. If
the patent owner does not timely comply with the notice, the
request for supplemental examination will not be granted afiling
date and the fee for reexamination as set forth in 8 1.20(k)(2)
will be refunded. If the patent owner timely files a corrected
reguest in response to the notice that properly addresses all of
the defects set forth in the notice and that otherwise complies
with all of the requirements of 88 1.605, 1.615, and this section,
the filing date of the supplemental examination request will be
the receipt date of the corrected request

If the Central Reexamination Unit (CRU) determines
that the request, as originally submitted, does not
satisfy all of the requirements of 37 CFR 1.605,
1.610 and 1.615, and all other applicable rules, and
is not entitled to a filing date, the CRU will mail a
Notice of Noncompliant Supplemental Examination
Request (37 CFR 1.610(d)) to the patent owner. The
notice will be mailed to the patent owner at the
correspondence address of record in the file of the
patent for which supplemental examination is
requested. See MPEP § 2805. The noticewill specify
the defects found in the request, and provide a
specified time, generally 15 days, within which a
corrected request may be timely filed. If further
explanation is needed, an attachment to the notice
will be provided specificaly explaining why the
request was non-compliant with the filing date
requirements.

2812.03 Corrected Request [R-11.2013]

The patent owner has one opportunity to file a
corrected request in response to a Notice of
Noncompliant Supplemental Examination Request
(37 CFR 1.610(d)).

To be proper, a corrected request must properly
address all of the defects set forth in the notice, and
must otherwise comply with all of the requirements
of 37 CFR 1.605, 1.610 and 1.615, and all other
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applicablerules. The corrected request must include
al of the components that the patent owner intends
to include as part of the request, such as, for
example, the request itself, copies of each of the
items of information, a copy of the patent for which
supplemental examination is requested, any
transmittal sheet, a submission in compliance with

37 CER 3.73(c), etc.

The patent owner must submit acomplete, corrected
request that will replace the originally-filed request.
In other words, the patent owner must not submit a
“supplemental” or corrected portion of the request,
because the Office intends to expunge the entire
originaly-filed request once a corrected request is
received. For this reason, a corrected request must
contain all of the required information without
reliance on any defective originally-filed request.

If al applicable fees have aready been paid, these
feesdo not have to be resubmitted with the corrected
request. Also, as discussed previoudly, even if the
request (either the originaly-filed request or the
corrected request) is determined to be defective, the
Office has the discretion under 37 CFR 1.610(d) to
grant a filing date. See MPEP § 2812.01. For
example, if the Office determines that a corrected
reguest only contains one or more defects of minor
character, the Office may, inits sole discretion, enter
the defective corrected request, correct the defect(s)
sua sponte, and/or request a submission from the
patent owner in order to correct the defect(s). As a
specific example, if the defect in the corrected
request is limited to the omission of a copy of the
patent for which supplemental examination is
requested, and the copy of the patent was submitted
with the originally-filed request, the Office may
exerciseitsoption to sua sponte accept the original
submission of the copy of the patent as part of the
corrected request.

The corrected request may be submitted using the
Office's Web-based electronic filing system
(EFS-Web) at www.uspto.gov, or, if filed in paper
form, may be addressed to the Central
Reexamination Unit (CRU), Attn: “Mail Stop
Supplemental Examination”. See MPEP § 2806. A
corrected request must not be facsimile-transmitted.
Any corrected request may be followed up by a
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telephone call to the Central Reexamination Unit at
(571) 272-7705 to ensure receipt.

If aproper corrected request istimely filed, thefiling
date of the supplemental examination request will
be the receipt date of the corrected request. The
Office will maill a Notice of Supplementa
Examination Request Filing Date to the patent
owner. A copy of such anoticeisprovided in MPEP
§2812.01.

2812.04 Termination Dueto
Defective/l mproper Request or Corrected
Request [R-11.2013]

If, in response to a Notice of Noncompliant
Supplemental Examination Request (37 CFR
1.610(d)), a proper corrected request is not filed or
is not timely received, or if the corrected request is
defectivel/improper (for example, if the corrected
regquest does not address all of the defects set forth
in the notice, or introduces a new defect which was
not present in the original request), the request will
not be granted a filing date, and the processing of
the request will be terminated.

A single failure to comply with the Notice of
Noncompliant Supplemental Examination Request
(37_CFR 1.610(d)) will ordinarily result in the
request not being granted a filing date. 37 CFR
1.610(d) provides that “[i]f the patent owner does
not timely comply with the notice, the request for
supplemental examination will not be granted afiling
date” Thus, absent extraordinary circumstances, the
patent owner will be given only one opportunity to
correct the original request.

When terminating the request, the Office will mail
aNotice of Termination, which will notify the patent
owner of the defects found in the corrected request,
or of the lack of receipt, or timely receipt, of a
corrected request. The fee for reexamination as set
forthin 37 CFR 1.20(k)(2), if paid, will be refunded.
The control number assigned to the request will be
retained, but the request will not be granted afiling
date, and will not be further considered. The request
papers will not be returned, but will remain
unavailable to the public. See MPEP § 2813,
subsection I1.
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If, after receiving aNotice of Termination, the patent
owner dtill desires to request supplemental
examination of the patent, the patent owner may file
anew request for supplemental examination, which
is complete and includes the missing information
identified by the Office in the notice.

2813 Handling of Papers, Other Than a
Request, in a Supplemental Examination
Proceeding [R-11.2013]

37 CFR 1.620 Conduct of supplemental examination
proceeding.

*kkk*k

(b) The Office may hold in abeyance action on any petition
or other paper filed in a supplemental examination proceeding
until after the proceeding is concluded by the electronic issuance
of the supplemental examination certificate as set forthin §
1.625.

(c) If an unauthorized or otherwise improper paper isfiled
in asupplemental examination proceeding, it will not be entered
into the official file or considered, or if inadvertently entered,
it will be expunged.

*kkkk

I. ACTIONSON PETITIONSOR PAPERS, OTHER
THAN THE REQUEST, MAY BE HELD IN
ABEYANCE

37 CFR 1.620(b) provides that the Office may hold
in abeyance an action on any petition or other paper
filed in asupplemental examination proceeding until
after the proceeding is concluded by the electronic
issuance of the supplementa examination certificate
as set forth in 37 CFR 1.625. The only actions by
the Office on the reguest for supplemental
examination are:

(1) adetermination of whether the request is
entitled to afiling date; and

(2) adetermination of whether any of the items
of information submitted with the request raises a
SNQ.

The only relevant type of petition that the Office
anticipates will be filed in a supplemental
examination proceeding would involve the filing
date of the request, which is not relevant to the
determination of whether any of the items of
information submitted with the request raisesaSNQ.
Holding in abeyance a decision on such a petition
will assist the Office in making the determination
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regarding a SNQ within the three-month statutory
period.

1. UNAUTHORIZED OR IMPROPER PAPERS

37 CFR 1.620(c) providesthat if an unauthorized or
otherwise improper paper isfiled in a supplemental
examination proceeding, it will not be entered into
the officia file or considered, or if inadvertently
entered, it will be expunged.

After filing arequest for supplemental examination,
no papers other than: (1) acorrected request filed in
response to a notice of nhoncompliant supplemental
examination request, or (2) a notice of a prior or
concurrent post-patent Office proceeding pursuant
to 37 CFR 1.620(d), should be filed with the Office
prior to the conclusion of the supplemental
examination proceeding. Any papers directed to the
merits of the supplemental examination proceeding
other than (1) or (2) set forth above, will not be
entered into the file, and may be discarded by the
CRU without consideration. If such a paper is
entered prior to its discovery, it may be expunged
from the record.

Where an unauthorized or otherwiseimproper paper
has already been scanned into the Image File
Wrapper (IFW) of the supplemental examination
proceeding before recognizing the nature of the
paper, the paper cannot be physically returned to the
party that submitted it. Instead, the paper will be
expunged, i.e., by marking the paper “non-public”
and “closed” so it does not appear in the public
record of the supplemental examination proceeding.
A copy of the Office communication notifying the
patent owner of the return of the paper (or its
expungement) will be made of record in the patent
file. However, no copy of the returned/expunged
paper will be retained by the Office. If a later
submission of the returned/expunged paper is
appropriate, such as during any resulting ex parte
reexamination proceeding, then the paper may be
filed and entered by the Office at that time. The date
of the later submission will bethefiling date of the

paper.
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A. Third Party Papers

In accordance with 35 U.S.C. 257(a), any party other
than the patent owner is prohibited from filing papers
or otherwise participating in any manner in the
supplemental examination proceeding. See 37 CFR
1.601(b). If athird party files any petition or other
paper in a supplemental examination proceeding, it
will not be entered into the officia file or considered.
If such papers are inadvertently entered, they will
be expunged. See 37 CFR 1.620(c).

B. Authorized but Defective Papers

Where papers filed in a supplemental examination
proceeding are defective (e.g., are not signed or fail
to meet the filing date requirements), such papers
may be expunged from the official file of the
supplemental examination proceeding by marking
the paper as “non-public” and “closed” so that it
does not appear in the public record of the
supplemental examination proceeding.

C. Application Data Sheet (ADS)

An application datasheet (ADS) under 37 CFR 1.76
cannot be submitted in a supplemental examination
proceeding since a supplemental examination
proceeding is not an “application.”

2813.01 Amendments[R-11.2013]

37 CFR 1.620 Conduct of supplemental examination
proceeding.

*kkk*k

(f) No amendment may be filed in a supplemental
examination proceeding.

*kkkk

37 CFR 1.620(f) provides that no amendment may
be filed in a supplemental examination proceeding.
Amendments are not “information believed to be
relevant to the patent” under 35 U.S.C. 257(a) and
a patent owner cannot file an amendment as part of
astatement under 35 U.S.C. 304 because 35 U.S.C.
257(b) expressly excludes the filing of a statement
pursuant to 35 U.S.C. 304 in a supplementa
examination proceeding.
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Any paper containing an amendment that isfiled in
a supplemental examination proceeding is an
unauthorized paper, and will be expunged from the
file if inadvertently entered. Amendments are not
items of information, and are not appropriate in a
supplemental examination proceeding.

An amendment may be submitted in an ex parte
reexamination proceeding ordered under 35 U.S.C.
257. Patent owners, however, are reminded that 35
U.S.C. 257(b) expressly removes the right of the
patent owner to file astatement under 35 U.S.C. 304,
whichincludesany amendment that the patent owner
may wish to file prior to an initial Office action on
the merits. Because the ex parte reexamination
proceeding does not exist prior to the order under
35 U.S.C. 257, and because the patent owner is
precluded from filing a statement under 35 U.S.C.
304, no amendment may be filed from the time the
regquest for supplemental examination isfiled, until
after the issuance of an initial Office action on the
merits in any ex parte reexamination proceeding
ordered under 35 U.S.C. 257 .

Patent owners are reminded that a statutory
disclaimer under 35 U.S.C. 253 and 37 CFR 1.321(a)
may be submitted in the file of the patent prior to
filing any request for supplemental examination. See
MPEP § 1490. Moreover, if the patent owner merely
wishes to amend the patent claims, the patent owner
may file a reissue application instead of a request
for supplemental examination.

2814 InterviewsAre Prohibited [R-11.2013]

37 CFR 1.620 I nterviews Are Prohibited

*kkkk

(e) Interviewsare prohibited in asupplemental examination
proceeding.

37 CFR 1.620(e) prohibits interviews in a
supplemental examination proceeding. This
requirement will assist the Office to process the
request for supplemental examination within the
three-month statutory period. Any paper requesting
an interview that is filed in a supplemental
examination proceeding is an unauthorized paper,
and will be expunged from the file if inadvertently
entered. A telephone call to the Office to confirm
receipt of a reguest for supplemental examination,
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or to discuss general procedural questions, is not
considered to be an interview for the purposes of
this provision. This prohibition against interviews
applies only to supplemental examination
proceedings. Interviews conducted in connection
with any ex parte reexamination ordered under 35
U.SC. 257 as a result of the supplementa
examination proceeding are governed by the
regulations governing ex parte reexamination
proceedings. See, e.g., 37 CFR 1.560. Specificaly,
interviews are generally permitted to discussissues
of patentability, which are directly addressed during
any ex parte reexamination proceeding ordered
under 35 U.SC. 257, and not during the
supplemental examination proceeding.

2815 Timefor Deciding Request [R-11.2013]

37 CFR 1.620 Conduct of supplemental examination
proceeding.

(a) Within three months after the filing date of a request
for supplemental examination, the Officewill determine whether
asubstantial new question of patentability affecting any claim
of the patent is raised by any of the items of information
presented in the request. The determination will generally be
limited to areview of the item(s) of information identified in
the request as applied to the identified claim(s) of the patent.
The determination will be based on the claimsin effect at the
time of the determination and will become a part of the official
record of the patent.

*kkk*k

Within 3 months following the filing date of a
request for supplemental examination, the examiner
will determine whether a SNQ affecting any claim
of the patent is raised by any of the items of
information properly presented in the request. See
35 USC. 257(a) and 37 CFR 1.620(a). A
supplemental examination proceeding concludes
with the issuance of a supplemental examination
certificate, indicating the results of the examiner's
determination. If the three-month period ends on a
Saturday, Sunday, or federal holiday within the
District of Columbia, then the certificate should issue
by the preceding business day.

The examiner should take up arequest about 6 weeks
after the request’s filing date. A determination on
the supplemental examination request may be made
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at any time during the period of enforceability of a
patent. See MPEP § 2808.

2816 Determination on the Request
[R-07.2015]

37 CFR 1.620 Conduct of supplemental examination
proceeding.

Within three months after the filing date of a request for
supplemental examination, the Office will determine whether
a substantial new question of patentability affecting any claim
of the patent is raised by any of the items of information
presented in the request. The determination will generally be
limited to a review of the item(s) of information identified in
the request as applied to the identified claim(s) of the patent.
The determination will be based on the claims in effect at the
time of the determination and will become a part of the officia
record of the patent.

*kkkk

I. GENERAL GUIDANCE

35 U.S.C. 257(a) and 37 CFR 1.620(b) require that,
within three months following the filing date of a
request for supplemental examination, the Office
will determine whether a SNQ affecting any claim
of the patent is raised by any of the items of
information properly presented in the request. The
standard for determining whether an item of
information properly submitted as part of the request
raises a SNQ will be the same as the standard set
forth in the MPEP_§ 2242 for ex parte
reexaminations filed under 35 U.S.C. 302: i.e,
whether there is a substantial likelihood that a
reasonable examiner would consider the item of
information important in determining patentability.
See MPEP 8§ 2816.02 and 2242.

The determination of whether such an item of
information raises a SNQ will generally be limited
to areview of the item(s) of information identified
in the request with respect to the identified claim(s)
of the patent. For example, a determination on a
request that includes three items of information,
where each item is requested to be considered with
regard to claim 1, will generaly be limited to
whether any of the three items of information raise
a SNQ with respect to claim 1. If the patent owner
wishes to request consideration of an item of
information with respect to multiple claims of the
patent, the request for supplemental examination
must include an identification of each claiminview
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of which theitem of information isto be considered,
and the required detailed explanation with respect
to each claim. For example, if the patent owner fails
to request that the Office consider certain claimsin
view of anitem of information, then the patent owner
is not entitled to a determination for that item of
information with respect to those claims. The
determination will be based on the claims in effect
at the time of the determination. See MPEP_§
2816.01. The supplemental examination certificate,
which contains the results of the determination of
whether a SNQ was raised by one or more of the
itemsof information submitted as part of the request,
will becomeapart of theofficial record of the patent.

Il. TREATMENT OF REQUEST WHEN
LITIGATION ISCOPENDING

The patent owner may wish to consider the
provisions of 35 U.S.C. 257(c)(1) and 35 U.S.C.
257(c)(2) on the effectiveness of any supplemental
examination on aready pending litigation when
determining whether and when to file a request for
supplemental examination. The Office takes no
position on thisissue.

The patent owner must promptly notify the Office
of any federal court decision involving the patent.

A. Litigation Search

Before making a determination on the request for
supplemental examination, a litigation search from
the Technical Support Staff (TSS) of the Central
Reexamination Unit (CRU) or the Scientific and
Technical Information Center (STIC) may be done
to check to seeif the patent has been, or is, involved
in litigation. A copy of the litigation search is
scanned into the IFW file history. Intherareinstance
where the record of the supplemental examination
proceeding or the litigation search indicates that
additional information is desirable, guidance for
making an additional litigation search may be
obtained from the library of the Office of the
Salicitor.

If litigation has concluded or is taking place in the
patent on which a request for supplementa
examination has been filed, or if the examiner
discovers, at any time during the supplemental
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examination proceeding, that there is litigation or
that there has been a federa court decision on the
patent, the request must be promptly brought to the
attention of the Central Reexamination Unit (CRU)
Supervisory Patent Reexamination Specialist (SPRS)
or Technology Center (TC) Quality Assurance
Specidist (QAS), who should review the decision
on the request and any examiner’s action to ensure
that it conforms to current Office policy and
guidelines set forth below.

B. Supplemental Examination With Concurrent
Litigation Prior to Federal Court Decision

In view of the statutory mandate to make the
determination on the request within three months,
the determination on the request based on the record
before the examiner will be made without awaiting
adecision by the federa court. It is not realistic to
attempt to determine what issues will be treated, or
what issues will be finally decided, by the federal
court prior to the court decision. Accordingly, the
determination on the request will be made without
considering the issues allegedly before the court. If
an ex parte reexamination is ordered under 35
U.S.C. 257, the reexamination will continue until
the Office becomes aware that a court decision has
issued. At such time, the reexamination proceeding
ordered under 35 U.S.C. 257 will be reviewed in
accordance with the guidelines set forthin MPEP §
2286.

C. Federal Court Decision | ssues After Request Filed
But Before Supplemental Examination Certificate |l ssues

A non-final federal court decision concerning a
patent under supplemental examination will have no
binding effect on the Office’s determination whether
asubstantial new question of patentability has been
raised in asupplemental examination proceeding. A
non-fina  holding of clam invalidity or
unenforceability (or, for that matter, a non-final
holding of claim validity or enforceability) will not
be controlling on the question of whether a
substantial new question of patentability is present.
A final federal court decision, i.e., after all appeals,
which upholds the validity of one or more of the
patent claims also has no binding effect on the
supplemental examination proceeding. See, eg.,
Ethicon v. Quigg, 849 F.2d 1422, 7 USPQ2d 1152
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(Fed. Cir. 1988), in which the court statesthe Office
is not bound by a court’s holding of patent validity.
While the Office may accord deference to factual
findings made by the court, the determination of
whether a substantial new question of patentability
exists will be made independently of the court’s
decision on validity as it is not controlling on the
Office. See, e.g., Inre Swvanson et al., 540 F.3d
1368, 1378 (Fed. Cir. 2008), where the Federal
Circuit approved of the Office's interpretation in
MPEP_§ 2242. See MPEP_§ 2286 for further
guidance.

A  final holding of claim invalidity or
unenforceability (after all appeals) iscontrollingon
the Office. In such cases, asubstantial new question
of patentability would not be present asto the claims
held invalid or unenforceable. This policy tracksthe
Office’spolicy for ex parte reexamination. See, e.g.,
MPEP § 2286, citing Ethicon v. Quigg. The Office
will not intentionally conduct supplemental
examination of patent claimswhich have beenfinally
held to be invalid or unenforceable by a federa
court.

If itisbrought to the Office’s attention that afederal
court has issued a final holding of invalidity or
unenforceability, any claims which are finally held
invalid or unenforceable, and for which supplemental
examination has been requested, will not be
examined. If only some of the claims requested to
be examined have been finally held invalid or
unenforceable, the examiner will indicate, in the
Reasons for Substantial New Question of
Patentability Determination which accompaniesthe
supplemental examination certificate (see MPEP §
2816.03, subsection I1), which requested claimswere
not under supplemental examination dueto thefinal
holding of invalidity or unenforceability. If all of
the claims requested to be examined have been
finaly heldinvalid or unenforceabl e, the Office will
not conduct the supplemental examination. If afiling
date has been granted, it will be vacated by the
Office. If it is brought to the Office's attention that,
prior to theissuance of the supplemental examination
certificate, a federal court has rendered a fina
decision, i.e., after all appeals, holding that all of the
patent claims under supplemental examination are
invalid or unenforceable, and if a supplementa
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examination certificate hasinadvertently issued, the
supplemental examination certificate will be vacated.

If a fina federal court holding of invalidity or
unenforceability is rendered after the date of
electronicissuance of the supplemental examination
certificate in the Office’'s electronic Image File
Wrapper system (IFW) and in Public PAIR (see
MPEP § 2817.01), the supplemental examination
certificate will not be vacated. If reexamination has
been ordered as a result of the supplemental
examination proceeding, and if a final holding of
invalidity or unenforceability is brought to the
Office's attention, claims which are held invalid or
unenforceablewill be withdrawn from consideration
in the reexamination. If al of the claims being
examined in the reexamination proceeding arefinally
held invalid or unenforceable, the reexamination
will be terminated by the CRU or TC Director asno
longer containing a substantial new question of
patentability. See MPEP § 2286, subsection IV for
further guidance.

2816.01 ClaimsConsidered in Making the
Determination [R-11.2013]

The claims of the patent in effect at the time of the
determination will bethe basisfor deciding whether
“asubstantial new question of patentability” (SNQ)
is present. See 37 CFR 1.620(a). In a supplemental
examination proceeding, the determination will be
limited to a review of the clam(s) for which
supplemental examination is requested. The Office
will generally not initiate supplemental examination
of any patent claims for which supplemental
examination was not requested by the patent owner.

37 CFR 1.610(b)(5) requires that the request must
include “[a] separate, detailed explanation of the
relevance and manner of applying each item of
information to each claim of the patent for which
supplemental examinationisrequested.” If the patent
owner fails to explain how any of the items of
information may be applied to a patent claim, then
the patent owner is not entitled to supplemental
examination of that claim. If the patent owner does
not provide an explanation of how an item of
information may be applied to every claim requested
to beexamined in view of that item, the patent owner
isnot entitled to adetermination on claimsfor which
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the required explanation was not provided. For
example, if the patent owner requests supplemental
examination of claims 1-10 in view of the Fisher
article, but only provides a separate, detailed
explanation of the manner of applying the Fisher
article to claims 1-5, then the patent owner is not
entitled to adetermination on claims 6-10, for which
the required explanation was not provided. In such
instances, a notice of noncompliant supplemental
examination request should be mailed by the Office.
See MPEP § 2812.02.

If the examiner determines that a SNQ affecting a
patent claim has been raised by at least one of the
itemsof information submitted as part of the request,
reexamination will be ordered under 35 U.S.C. 257.
Once reexamination under 35 U.S.C. 257 isordered,
the Office may, in its sole discretion, reexamine
claims other than the claimsfor which supplemental
examination has been requested. See 35 U.S.C.

303(a).

Asagenerad rule, the Officewill analyzeaclaim for
which supplemental examination is requested only
in light of the item(s) of information identified for
that claim. For example, if the patent owner requests
supplemental examination of claim 1inlight of three
items of information, and requests supplemental
examination of claim 5 in light of two other items
of information, the Office will analyze, in general,
only claim Linlight of thethreeitemsof information
identified for claim 1, and only claim 5 in light of
the two items of information identified for claim 5.
The examiner, however, has the discretion to
determine whether any of the items of information
properly submitted with the request raises a SNQ
affecting any of the claims for which supplemental
examination is requested. Based on the facts given
in the above example, the examiner has the option
to determine whether any of the five items of
information provided with the request raisesa SNQ
affecting either claim 1 or claim 5. In other words,
the examiner has the option of analyzing theitems
of information provided with the request with respect
to any of the claims for which supplemental
examination isrequested, in amanner other than that
provided by the patent owner in the request. The
patent owner, however, is not entitled to a
determination on a claim for which the required
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explanation under 37 CFR 1.610(b)(5) has not been
provided.

Amendments and/or new claims presented in any
copending post-patent Office proceeding for the
patent to be examined will not be considered nor
commented upon when deciding a reguest for
supplemental examination. However, if after
reexamination of the patent under 35 U.S.C. 257 has
been ordered, a certificate or reissued patent has
been issued which amends the claims for which
reexamination has been ordered under 35 U.S.C.
257, reexamination should be on the basis of the
claims as amended by that certificate or reissued
patent, because the certificate becomes part of the
patent as of its issue date or the origina patent is
surrendered and replaced by the reissued patent as
of theissue date of the reissued patent.

2816.02 Criteriafor Making the
Deter mination [R-07.2015]

The criteria for making the determination on the
request for supplemental examination iswhether any
of theitemsof information submitted with or as part
of the request raise a substantial new question of
patentability affecting at least one claim of the
patent. See 35 U.S.C. 257(a).

|. SUBSTANTIAL NEW QUESTION OF
PATENTABILITY (SNQ)

The examiner will determine if a SNQ is raised by
each item of information. The SNQ standard in
supplemental examination proceedings is identical
to the “substantial new question of patentability”
standard in ex parte reexamination proceedings.
The meaning and scope of the term “a substantial
new question of patentability” is not defined in the
statute, and must be developed on a case-by-case
basis, with reference to earlier case law involving
ex parte reexamination proceedings.

If an item of information raises a substantial new
guestion of patentability (SNQ) for at least oneclaim
of the patent, then a substantial new question of
patentability as to the claim is present, unless the
same question of patentability has aready been: (A)
decided in afinal holding of invalidity by afedera
court in adecision on the meritsinvolving theclaim,
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after all appeals; (B) decided in an earlier concluded
examination or review of the patent by the Office;
or (C) raised to or by the Office in a pending
reexamination or supplemental examination of the
patent. Issues involving 35 U.S.C. 325(d) must be
referred to the Director of the CRU. An “earlier
concluded examination or review” of the patent is:
(A) the original examination of the application which
matured into the patent; (B) the examination of the
patent in areissue application that hasresulted in a
reissue of the patent; (C) the examination of the
patent in an earlier concluded reexamination or
supplemental examination of the patent; (D) the
review of the patent in an earlier concluded trial by
the Patent Trial and Appeal Board, such as a
post-grant review, inter partes review, or covered
business method review of the patent; or (E) any
other contested proceeding, which has been
concluded and which involved the patent.

For example, the same question of patentability may
dready have been decided if the Office has
previoudy considered, in an earlier concluded
examination or review of the patent, the same
question of patentability based on the same prior art.
See In re Recreative Technologies, 83 F.3d 1394,
38 USPQ2d 1776 (Fed. Cir. 1996). Prior art which
has been cited or considered by the Officeisreferred
to, for the sake of expediency, as“old art,” as coined
by the Federal Circuit in its decision in In re
Hiniker, 150 F.3d 1362, 1365-66, 47 USPQ2d 1523,
1526 (Fed. Cir. 1998). Reliance on old art does not
necessarily preclude the existence of a substantial
new question of patentability (SNQ) that is based
exclusively on that old art. See Public Law 107-273,
116 Stat. 1758, 1899-1906 (2002), which expanded
the scope of what quaifies for a SNQ.
Determinations on whether a SNQ existsin such an
instance shall be based upon a fact-specific inquiry
done on a case-by-case basis. For example, a SNQ
may be based solely on old art where the old art is
being presented/viewed in a new light, or in a
different way, as compared with itsusein the earlier
concluded examination(s) or review(s), in view of
amaterial new argument or interpretation presented

in the request.

The answer to the question of whether a substantial
new question of patentability (SNQ) exists, and
therefore whether reexamination may be ordered, is
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decided by the Central Reexamination Unit (CRU),
under the authority delegated by the Director of the
USPTO.

An item of information raises a substantial new
question of patentability wherethereisasubstantial
likelihood that areasonable examiner would consider
the item of information important in deciding
whether or not the claim is patentable. For example,
if the supplemental examination request states and
explains that there may be a potential issue under
35U.S.C. 101 regarding claim 5, the examiner would
review the supplemental examination record to
decide whether thereis a substantial likelihood that
a reasonable examiner would find the item of
information (e.g., the discussion in the request
regarding claim 5 and the potential issue under 35
U.S.C. 101) important in determining the
patentability of claim 5. If the item of information
would be considered important, then the examiner
should find a substantial new question of
patentability unless the same question of
patentability has aready been decided astotheclaim
in a final holding of invalidity by a federa court,
decided by the Office in an earlier concluded
examination or review, or raised to or by the Office
in a pending reexamination or supplemental
examination of the patent. For example, the same
guestion of patentability may have aready been
decided by the Office where the examiner finds that
the items of information, which are newly provided
prior art patents or printed publications, are merely
cumulative to prior art already fully considered by
the Office in an earlier concluded examination or
review of the claim.

For asubstantial new question of patentability (SNQ)
to be present, it is only necessary that: (A) anitem
of information raises a SNQ regarding at least one
claim, i.e., the teaching of the item of information
is such that a reasonable examiner would consider
the teaching to be important in deciding whether or
not the claimis patentable; and (B) the same question
of patentability asto the claim has not been decided
by the Office in an earlier concluded examination
or review of the patent, decided in afinal holding of
invalidity (after all appeals) by afederal court in a
decision on the meritsinvolving the claim, or raised
to or by the Office in a pending reexamination or
supplemental examination of the patent. It is not
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necessary that a “ prima facie” case of
unpatentability exist as to the claim in order for “a
substantial new question of patentability” to be
present as to the claim. Thus, a substantial new
question of patentability as to a patent claim could
be present even if the examiner would not
necessarily reject the claim aseither fully anticipated
by, or obviousin view of, the items of information.
As to the importance of the difference between a
substantial new question of patentability and a
“ primafacie’ case of unpatentability, see generally
Inre Etter, 756 F.2d 852, 857 n.5, 225 USPQ 1, 4
n.5 (Fed. Cir. 1985).

Note that the clarification of the legal standard for
determining obviousness under 35 U.S.C. 103 in
KSR International Co. v. Teleflex Inc. (KSR), 550
U.S. 398, 82 USPQ2d 1385 (2007) does not alter
the legal standard for determining whether a SNQ
exigts.

Il. POLICY IN SPECIFIC SITUATIONS

An item of information limited to a correction of
factual information, a one, may not raise asubstantial
new question of patentability (SNQ). For example,
an item of information limited to the correction of
amissing or erroneous foreign priority or domestic
benefit claim, aone, generally will not raise anissue
of patentability. In order for the correction of a
foreign priority or domestic benefit claim to raise a
SNQ, the request for supplemental examination
should also include one or more additional item(s)
of information, such as one or more intervening
reference(s), that would cause the patentability of
the claims under, eg., 35 U.S.C. 102 or 103, to
depend upon theforeign priority or domestic benefit
claim. In such an instance, the item of information
may raise a SNQ, depending upon whether the
foreign priority or domestic benefit claimisor isnot
corrected. Similarly, information limited to the
correction of other factual information, such as the
common ownership of the claims, alone, may not
raisea SNQ, in the absence of one or more additional
item(s) of information that would cause the
patentability of the claimsto depend upon theissue
of common ownership. For this reason, the Office
recommends that any request for supplemental
examination that includes an item of information
limited to the correction of factual information,
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should also include one or more additional item(s)
of information that potentially provide evidence that
the patentability of the claims depends upon the
factual information to be corrected. See MPEP §
2809.01.

Exampl e of Deter mination on Information Directed
to a Missing Domestic Benefit Claim

The patent owner informs the Office, in a request
for supplemental examination, that the effective
filing date of the patent to be examined should be
corrected to reflect the earlier filing date of a parent
patent. The request includes, as an item of
information, a copy of the parent patent and a
discussion within the body of the request explaining
how each claim limitation of the patent to be
examined is supported by the disclosure of the parent
patent. The request also includes, as a second item
of information, a copy of an intervening patent or
printed publication that caused the patent owner to
reconsider the effective filing date of the claims. In
such a case, the examiner will first determine
whether the second item of information, i.e., the
intervening reference, would raise asubstantial new
guestion of patentability (SNQ) if the effectivefiling
date of the patent to be examined remains unchanged
and is not corrected.

If the examiner determines that a SNQ would be
raised by the intervening reference if the effective
filing date of the patent to be examined remains
unchanged and is not corrected, the examiner may,
at the examiner’s option, then make a preliminary
determination of whether the patent owner isentitled
to the benefit of the earlier filing date by, for
example, analyzing whether the claim limitations of
the patent to be examined are supported by the
disclosure of the parent patent. A final

determination, however, that the patent owner is
entitled to the benefit of the earlier filing date will,
in general, only be made during any resulting
reexamination proceeding, when, for example, any
appropriate amendment to the specification, and the
required petition for an unintentionally delayed
benefit claim under 37 CFR 1.78, may befiled. See
MPEP 88 2813-2813.01. For a discussion of the
explanation under 37 CFR 1.610(b)(5) that must be
provided in such a case, see MPEP_§ 2811.01,
subsection I11. Where the examiner determines that
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asubstantial new question of patentability israised,
reexamination will be ordered, and the domestic
benefit claim may be added during the resulting
reexamination proceeding. See M PEP § 2809.01 and
MPEP § 2816.03, subsection I1.

If the examiner determines that the intervening
reference does not raise a substantial new question
of patentability even if the effective filing date of
the patent to be examined remains unchanged and
isnot corrected, then theitem of information limited
to the correction of the missing domestic benefit
claim, i.e., the parent patent and the discussion
within the body of the request showing how each
claimlimitation is supported by the disclosure of the
parent patent, will not be further considered on the
merits. The examiner will issue a supplementa
examination certificate indicating that no substantial
new guestion of patentability israised by the request,
and the domestic benefit claim will not be added to
the patent. See MPEP § 2816.03, subsection I1.

Example of a Determination on Information
Directed to the Deletion of an Earlier-Obtained
Domestic Benefit Claim

The patent owner, in a request for supplemental
examination, requests the deletion of an
earlier-obtained domestic benefit claim. The request
includes, as an item of information, an intervening
reference which caused the patent owner to
reconsider the effectivefiling date of the claims, and
which would pre-date the effective filing date of the
patent to be examined, if the domestic benefit claim
is deleted. The request also includes a detailed
explanation of how the intervening reference may
be applied to the patent claimsif the domestic benefit
claim is deleted. See MPEP § 2811.01, subsection
[1l. In this case, the examiner would determine
whether the intervening reference would raise a
substantial new question of patentability (SNQ)
affecting the identified claims of the patent if the
domestic benefit claim is deleted and the effective
filing date of the patent to be examined iscorrected
to an appropriate later filing date. If the examiner
determines that the intervening reference does not
raise a SNQ, then the examiner will issue a
supplemental examination certificate indicating that
no SNQ is raised by the request. If the examiner
determines that the intervening reference raises a
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SNQ, then the examiner will issue a supplemental
examination certificate indicating that a SNQ
affecting at least one claim of the patent israised in
the request. Reexamination will be ordered, and the
domestic benefit claim may be corrected during the
resulting reexamination proceeding. Patent owners
are reminded, however, that the deletion of the
domestic benefit claim in this example will not
operate to extend the term of the patent. See MPEP
§ 2809.01 and MPEP § 2816.03, subsection II.

Determination Where the Request Only Includes
Information Limited to the Correction of Factual
Information

I the only information provided with the request is
solely directed to the correction of factual
information, such as the correction of a missing or
erroneousforeign priority or domestic benefit claim,
or the correction of the common ownership of the
claims, which does not, itself, raise asubstantial new
guestion of patentability (SNQ), then (1) the
supplemental examination certificate will state that
no SNQ is raised in the request for supplemental
examination; and (2) the reasons for SNQ
determination will indicate that the information
regarding the correction of factual information did
not raise a SNQ because the patent owner did not
include with the request any additional items of
information that caused the patentability of the
clam(s) to depend upon the corrected factual
information.

For example, if the request only includes one item
of information, and that item of information is
limited to the correction of an erroneous domestic
benefit claim, such as, e.g., i.e., acopy of a parent
patent and adiscussion within the body of the request
showing how each claim limitation is supported by
the disclosure of the parent patent, then the reasons
for SNQ determination should indicate that the
information regarding the domestic benefit claim
did not raise a SNQ because the patent owner did
not include with the request any intervening art or
other information that caused the patentability of the
claim(s) to depend upon the domestic benefit claim.
See MPEP § 2809.01.

Determination Where the Request Includes
Information Limited to Correction of Factual
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Information and Additional Information Unrelated
to the Factual Information to be Corrected

Alternatively, the request may include one or more
additional items of information which are unrelated
to thefactual information to be corrected, but which
raise a substantial new question of patentability
(SNQ). For exampl e, the patent owner may include,
in addition to information limited to the correction
of adomestic benefit claim, an item of information
such asareference patent that would qualify as prior
art under 35 U.S.C. 102 even if the domestic benefit
claim is corrected. If the examiner determines that
aSNQ israised in the request, the examiner may, at
the examiner’'s option, make a preliminary
determination of whether the patent owner isentitled
to the benefit of the corrected benefit claim, as
discussed previously. Reexamination will be ordered,
and the domestic benefit claim may be corrected
during the resulting reexamination proceeding. See
MPEP § 2809.01 and MPEP § 2816.03, subsection
[1. If the examiner determinesthat no SNQ israised
by the additional item(s) of information, the
information limited to a correction of the domestic
benefit claim will not be further considered on the
merits. A supplemental examination certificate,
whichindicatesthat no SNQ israised by the request,
will be issued, and the benefit claim will not be
corrected.

See also MPEP § 2242, subsections |1 and Ill, for
more information on how asubstantial new question
of patentability may be determined in specific
situations.

2816.03 Content of the Deter mination
[R-11.2013]

35 U.S.C. 257 Supplemental examinationsto consider,
reconsider, or correct information.

(a) REQUEST FOR SUPPLEMENTAL
EXAMINATION.—A patent owner may request supplemental
examination of a patent in the Office to consider, reconsider, or
correct information believed to be relevant to the patent, in
accordance with such requirements asthe Director may establish.
Within 3 months after the date a request for supplemental
examination meeting the requirements of thissection isreceived,
the Director shall conduct the supplemental examination and
shall conclude such examination by issuing a certificate
indicating whether the information presented in the request
raises a substantial new question of patentability.

*kkk*k
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37 CFR 1.620 Conduct of supplemental examination
proceeding.

(&) Within three months after the filing date of arequest
for supplemental examination, the Officewill determinewhether
asubstantial new question of patentability affecting any claim
of the patent israised by any of the items of information
presented in the request. The determination will generally be
limited to areview of the item(s) of information identified in
the request as applied to the identified claim(s) of the patent.
The determination will be based on the claims in effect at the
time of the determination and will become a part of the official
record of the patent.

*kkk*k

Once a determination is made on the request as to
whether the items of information raise a substantial
new question of patentability (SNQ), the examiner
will prepare: (1) the Supplemental Examination
Certificate; and (2) the Reasonsfor Substantial New
Question of Patentability Determination (the
"reasons document").

. THE SUPPLEMENTAL EXAMINATION
CERTIFICATE

The supplemental examination certificateis prepared
by utilizing a form captioned *“Supplemental
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Examination Certificate.” The form lists al of the
items of information properly submitted as part of
the supplemental examination request and states
whether a SNQ affecting at least one claim of the
patent is raised in the request.

Examinersshould not initial, sign and date thelisting
of the items of information (37 CFR 1.610(b)(2))
submitted with the request. This practiceisdifferent
from the current practiceregarding prior art citations
in applications or proceedings involving patents.
Thereisno need to initial, sign, and date the listing
submitted under 37 CFR 1.610(b)(2) because the
supplemental examination certificate includes a
citation to each item of information properly
submitted as part of the request.

A copy of a supplemental examination certificate
indicating that a SNQ affecting at least one claim of
the patent is raised in the request, and a copy of a
supplemental examination certificate indicating that
no SNQ israised in the request, appear below.
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a3 SUPPLEMENTAL EXAMINATION CERTIFICATE

United States Patent (10) Number:  US 9,999,999 F1
Smith et al. 45 Certificate Issued: Dec. 10, 2012
Control No.: 96/999,999 Filing Date: Sep. 16, 2012

Primary Examiner: Cynthia L. Nessler

A substantial new question of patentability affecting at least one claim of the patent is raised in the request for
supplemental examination. Sec the Reasons for Substantial New Question of Patentability Determination in the
file of this proceeding. Accordingly, ex parte reexamination will be ordered pursuant to 35 U.S.C. 257.

(56) Items of Information
U.S. PATENT DOCUMENTS
9999999 3/2006 Updike

9999990 4/2007 Kerouac

FOREIGN PATENT DOCUMENTS

DE 9999999 Al 11/2003
SE 9999999 A2 10/2001
OTHER DOCUMENTS

Schmidt et al., Fundamentals of Building Construction Materials, Journal of Engineering, January 2005, pp. 16-18.

Webster’s Dictionary, Houghton Mifflin Company (publishers), 1984, p. 303 (definition of construction).
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a3 SUPPLEMENTAL EXAMINATION CERTIFICATE

United States Patent (10) Number:  US 9,999,999 F1
Smith et al. 45 Certificate Issued: Dec. 10, 2012
Control No.: 96/999,999 Filing Date: Sep. 16, 2012

Primary Examiner: Cynthia L. Nessler

No substantial new question of patentability is raised in the request for supplemental examination. See the Rea-
sons for Substantial New Question of Patentability Determination in the file of this proceeding.

(56) Items of Information
U.S. PATENT DOCUMENTS
9999999 3/2006 Updike

9999990 4/2007 Kerouac

FOREIGN PATENT DOCUMENTS

DE 9999999 Al 11/2003
SE 9999999 A2 10/2001
OTHER DOCUMENTS

Schmidt et al., Fundamentals of Building Construction Materials, Journal of Engineering, January 2005, pp. 16-18.

Webster’s Dictionary, Houghton Mifflin Company (publishers), 1984, p. 303 (definition of construction).
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I[I. THE REASONSFOR SUBSTANTIAL NEW
QUESTION OF PATENTABILITY
DETERMINATION (REASONS DOCUMENT)

The Reasons for Substantial New Question of
Patentability (SNQ) Determination (or “reasons
document”) will typicaly accompany the
supplemental examination certificate. This document
will explain, for each item of information, why each
item does or does not raise a SNQ. Form paragraph
28.01 should be used as the heading for the reasons
document.

A. WhereAt Least One Substantial New Question of
Patentability is Found

If therequest isdetermined to raise at least one SNQ,
the supplemental examination certificatewill indicate
that a SNQ affecting at least one claim of the patent
has been raised, and will refer to the reasons
document. For each item of information, the reasons
document should include:

(1) A statement that the item of information, as
presented in the request, raises a SNQ, and an
identification of the claims for whichaSNQ is
raised.

(2) Where appropriate, a statement that theitem
of information, as presented in the request, does not
raise a SNQ, and an identification of the claims for
which a SNQ is not raised.

(3) A brief statement of the basis for the
determination that a SNQ affecting the identified
claims was raised by the item, or was not raised by
theitem.

Where an item of information is determined to raise
aSNQ, but the SNQ isdetermined to affect lessthan
all of the claims which were requested to be
examined in view of theitem, the reasons document
may aso include, in addition to (1) above, an
identification of the claims for which a SNQ was
not raised by the item, and a brief statement of the
basis for that determination.

For each item of information, the examiner need
only identify one SNQ (e.g., a teaching that would
be important to a reasonable examiner when
determining patentability) for each identified claim.
The examiner may rely upon a determination that a
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SNQ israised for an independent claim asthe basis
that a SNQ is raised for each dependent claim that
incorporates the subject matter of the independent
claim, if the dependent claims were also requested
to be examined by the patent owner. For example,
if the examiner finds that item of information A
raises a SNQ for independent claim 1, the examiner
may rely upon the explanation of how item A raises
a SNQ for claim 1 as the explanation of how item
A raises a SNQ for dependent claims 2-10, which
were also requested to be examined by the patent
owner. Form paragraph 28.03 should be used to
explain why an item of information raises a SNQ.

For each item of information, if the examiner
determines that a substantial new question of
patentability is raised by the item, the reasons
document should point out:

(A) That the item of information raises a SNQ
affecting specific claims of the patent (where the
specific claims are listed);

(B) Therecitation of the specific claim
limitation(s) affected by the teaching(s) of the item
of information;

(C) What the teaching(s) are, and wherein the
item of information the teaching(s) are to be found;

(D) Why areasonable examiner would consider
the teaching(s) to be important in determining the
patentability of the specific claim(s) (where the
specific claims are listed) for which supplemental
examination is being requested; and

(E) Where appropriate, whether the item of
information is prior art (e.g., due to itsissue date or
publication date) to specific patent claims (where
the specific claims are listed) and, when applicable,
the reasons why the item of information is deemed
to be available as prior art against the patent claims.

For each item of information, if the examiner
determines that a substantial new question of
patentability isnot raised by theitem, thereasons
document should point out:

(A) That the item of information does not raise
aSNQ affecting specific claimsof the patent (where
the specific claims are listed);

(B) The recitation of the specific claim
limitation(s), if any, which were discussed in the
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request with respect to the teaching(s) of theitem of
information;

(C) What the teaching(s) are, if any, and where
in the item of information the teaching(s) are to be
found;

(D) Why areasonable examiner would not
consider the teaching(s) to be important in
determining the patentability of the specific claim(s)
(where the specific claims are listed) for which
supplemental examination is being requested (e.g.,
why the teaching(s) are cumulative to the teachings
considered in the earlier concluded examination or
review of the patent, or are not important even
though the teaching(s) are not cumulative and are
available against the claim);

(E) Where appropriate, whether the item of
information is available as prior art (e.g., dueto its
issue date or publication date) against specific patent
claims (where specific claims are listed) and, when
applicable, the reasons why the item of information
isor isnot deemed to be available as prior art against
the patent claims; and

(F) If theitem of information is not deemed to
be available as prior art against specific patent
claims, afurther statement, when applicable, that
theitem does not contain information that rai ses any
other issues of patentability with respect to the
specific claims (where the specific claimsarelisted).
For example, arequest for the supplemental
examination of claims 1-3 includes, as an item of
information, acopy of aforeign search report which
is determined not to raise any issues of patentability
under 35 U.S.C. 101, 102, 103, or 35 U.S.C. 112
affecting claims 1-3. In the reasons document, the
examiner should explain why the foreign search
report does not qualify as prior art (under, e.g., 35
U.S.C. 102 or 103) against any of claims 1-3, and
should also state that the foreign search report does
not contain information that raises any other issues
of patentability with respect to claims 1-3 of the
patent.

Where applicable, the examiner should also explain
why an item of information that was cited in the
record of the patent is barred by the guidelines set
forth in MPEP § 2242, subsection I1.A.

Where it is not clear from the patent file or
supplemental examination record, the reasons
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document may optionally include, for each item
of information:

(i) An explanation that the teaching was not
previously considered or addressed in any prior
examination or proceeding involving the patent or
afinal holding of invalidity of the patent by the
federal courts; or

(ii) An explanation that the teaching, if
considered in aprevious examination or proceeding
of the patent or of the application that became the
patent, is presented in anew light, or in a different
way, by the arguments presented in the request.

If the examiner determines that an item of
information does not raise a SNQ affecting every
claim to which the item of information was applied
inthe request, the examiner should state the claim(s)
for which the SNQ was not raised and a brief
statement of the reasons why the item did not raise
aSNQ affecting theidentified claim(s). If the patent
owner applied the item of information to an
independent claim, but did not apply the item to its
dependent claims, the examiner may rely upon a
determination that a SNQ is not raised for the
independent claim asthe basisfor the determination
that a SNQ is not raised for each dependent claim,
for which supplemental examination was aso
requested, and which incorporates the subject matter
of the independent claim. For example, if the patent
owner provided adetailed explanation of the manner
of applying item of information A to independent
claim 11 as required by 37 CFR 1.610(b)(5), and
relied on that explanation as the only required
explanation for dependent claims 12-21 (for which
supplemental examination was also requested), and
if the examiner findsthat item of information A does
not raise a SNQ for independent claim 11, then the
examiner may rely upon the explanation of how item
A does not raise a SNQ for clam 11 as the
explanation for its dependent claims 12-21. Form
paragraph 28.02 should be used to explain why an
item of information does not raise a SNQ.

The examiner will not decide, and no statement
should be made, asto whether the claimsareregjected
over the items of information. It is unnecessary for
the examiner to decide questions of patentability of
the clams in a supplemental examination

Rev. 07.2015, October 2015



§ 2816.03

proceeding. The examiner only decides whether
thereisa SNQ.

B. WhereNo Substantial New Question of Patentability
is Found

If the examiner determinesthat none of the items of
information properly submitted as part of the request
raise a SNQ, the supplemental examination
certificate will state that no SNQ is raised in the
request for supplemental examination, and will refer
to the Reasons for Substantial New Question of
Patentability Determination (i.e., "the reasons
document™). The reasons document should explain
why each item of information did not raise a SNQ
for every claim to which that item of information
was applied in the supplemental examination request.
See subsection I1.A., above. Form paragraph 28.02
should be used to explain why each item of
information does not raise a SNQ.

C. Wherethe Request I ncludes Factual I nformation
to be Corrected

Where the request includes an item of information
limited to the correction of factual information, the
reguest should also include one or more additional
item(s) of information, such as one or more
intervening reference(s), that potentially provide
evidence that the patentability of the claims depends
upon the factual information to be corrected. In such
an instance, the item of information may raise a
SNQ, depending upon whether the foreign priority
or domestic benefit claim is or is not corrected.

Example 1. The request includes a first item of
information limited to the addition of aclaim for the
benefit of an earlier effective filing date, a second
item of information which is an intervening
reference, and a detailed explanation of how the
intervening reference may be applied to the patent
clams if the domestic benefit clam remains
unchanged, and is not corrected. If the examiner
determines that a SNQ is raised by the intervening
reference, the examiner should include, in the
reasons document, the reasons why the intervening
reference raises a SNQ, in accordance with the
general guidance set forth abovein subsection I1.A.
If the examiner determinesthat no SNQ israised by
the intervening reference, the examiner should
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provide, in the reasons document, the reasons for
the determination that the second item of
information, i.e., theintervening reference, does not
raise a SNQ in accordance with the general guidance
set forth above in subsection 11.B., even if the
domestic benefit claim remains unchanged and is
not corrected. The examiner should also provide a
statement to the effect that the first item of
information, which is limited to the correction of a
domestic benefit claim, does not raise a SNQ because
the patent owner did not include with the request
any additional items of information that cause the
patentability of the claim(s) to depend upon the
domestic benefit claim, even if the domestic benefit
claim remains unchanged and is not corrected.

Example 2. The request includes a first item of
information limited to the deletion of abenefit claim,
a second item of information which is a reference
that pre-dates the effective filing date of the patent
if the benefit claim is deleted (i.e., an intervening
reference), and a detailed explanation of how the
intervening reference may be applied to the patent
claimsif the benefit claim isdeleted. If the examiner
determines that a SNQ is raised by the intervening
referenceif the benefit claim isdeleted, the examiner
should include, in the reasons document, the reasons
why the intervening reference raises a SNQ if the
domestic benefit claimisdeleted, in accordance with
the general guidance set forth above in subsection
[I.LA. If the examiner determines that no SNQ is
raised by the intervening reference, the examiner
should provide, in the reasons document, the reasons
for the determination that the second item of
information, i.e., theintervening reference, does not
raisea SNQ in accordance with the general guidance
set forth above in subsection 11.B., even if the
domestic benefit claim was deleted. The examiner
should also provide a statement to the effect that the
first item of information, which is limited to the
deletion of the domestic benefit claim, doesnot raise

a SNQ because the patent owner did not include with
the request any additional items of information that

cause the patentability of the claim(s) to depend upon

the domestic benefit claim, even if the domestic
benefit claim were to be deleted.

2800-56



SUPPLEMENTAL EXAMINATION

D. Panel Review

After an examiner has made a preliminary
determination, the examiner will formulate a draft
Supplemental Examination Certificate and a draft
Reasons for Substantial New Question of
Patentability Determination (i.e., a draft "reasons
document™). The examiner will then inform his/her
CRU Supervisory Patent Reexamination Specialist
(SPRS) of hig/her preliminary determination. A panel
review conference will be convened, and the
conference members will review the preliminary
determination. See M PEP § 2271.01 for the make-up
of the panel. If the conference confirms the
examiner's  preliminary  determination, the
Supplemental Examination Certificate shall beissued
by its publication in the Office's Image File Wrapper
System, IFW, which will be viewable in Public
PAIR. The reasons document will be labeled
"Reasons for SNQ Determination” in IFW, and it
will generally be available for viewing at the same
time as, or shortly after, the issuance of the
certificate. The reasons document will be signed by
the examiner, with thetwo other confereesinitialing
as “conferee” to indicate their presence in the
conference.

If the conference does not confirm the examiner’s
preliminary determination, the examiner will
reeval uate and make appropriate changesto the draft
Supplemental Examination Certificate and draft
reasons document, in accordance with any agreement
reached at the conference.

E. Form Paragraphsfor the Reasons for Substantial
New Question of Patentability Determination

The following are the form paragraphs that should
be used in the Reasons for Substantial New Question
of Patentability Determination:

1 28.01 Header for Statement of Reasons for Substantial
New Question of Patentability Deter mination

REASONS FOR SUBSTANTIAL NEW QUESTION OF
PATENTABILITY DETERMINATION

1 28.02 Reasonsfor Finding No Substantial New Question
of Patentability

[1], as presented in the request, does not rai se a substantial new
question of patentability because [2].
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Examiner Note:

1. Inbracket 1, insert the name or description, as appropriate,
for theitem of information. For example, a patent or patent
application publication may be designated using the name of
the patentee or first-named inventor, such as*the Jones patent,”
“the Jones patent application publication,” or the number of the
patent or patent application publication. A non-patent literature
document may be designated by the name of the author, such
as the “the Sherwood publication” and the date of the
publication, if desired. A sales receipt or invoice should be
designated using the date of the receipt, and any appropriate
descriptive information, such as “the March 11, 2011,
BigBoxStore sales receipt,” or “the April 1, 2011 XYZ
Corporation invoice.” An affidavit or declaration should be
designated using the name of the declarant and the date of the
affidavit or declaration, such as “the Schmidt declaration dated
January 20, 2012." A transcript of an audio or video recording
should be designated using thetitle of the recording and the date
of the recording, if applicable, such as“the transcript of the
September 16, 2012 XY Z Corporation Marketing Video.” A
discussion within the body of the request regarding a potential
issue under 35 U.S.C. 101 may be designated, for example, as
“the discussion on pages 7-11 of the request regarding a potential
issue under 35 U.S.C. 101"

2. Inbracket 2, insert the reasons for the determination that
theitem of information does not raise asubstantial new question
of patentability.

9 28.03 Reasonsfor Finding A Substantial New Question
of Patentability

[1], aspresented in the request, raises a substantial new question
of patentability affecting patent claim(s) [2] because [3].

Examiner Note:

1. Inbracket 1, insert the name or description, as appropriate,
for theitem of information. For example, a patent or patent
application publication may be designated using the name of
the patentee or first-named inventor, such as*the Jones patent,”
“the Jones patent application publication,” or the number of the
patent or patent application publication. A non-patent literature
document may be designated by the name of the author, such
as the “the Sherwood publication” and the date of the
publication, if desired. A sales receipt or invoice should be
designated using the date of the receipt, and any appropriate
descriptive information, such as* the March 11, 2011,
BigBoxStore salesreceipt,” or “the April 1, 2011, XYZ
Corporation invoice.” An affidavit or declaration should be
designated using the name of the declarant and the date of the
affidavit or declaration, such as “the Schmidt declaration dated
January 20, 2012.” A transcript of an audio or video recording
should be designated using thetitle of the recording and the date
of the recording, if applicable, such as*“the transcript of the
September 16, 2012, XY Z Corporation Marketing Video.” A
discussion within the body of the request regarding a potential
issue under 35 U.S.C. 101 may be designated, for example, as
“the discussion on pages 7-11 of the request regarding a potential
issue under 35 U.S.C. 101"

2. Inbracket 2, insert the claims for which a substantial new
question of patentability has been raised.
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3. Inbracket 3, insert the reasons for the determination that
the item of information raises a substantial new question of
patentability (SNQ). If aSNQ isfound for only aportion of the
claims identified with respect to the item of information, then
an additional statement may beincluded explainingwhy aSNQ
was found with respect to some of the identified claims, and
why a SNQ was not found with respect to the remainder of the
identified claims. For example, if the patent owner requests
supplemental examination of claims1-10in view of the Schmidt
patent, and the examiner finds that a substantial new question
of patentability affecting only patent claims 1-5israised by that
item of information, then theform paragraph may be completed
by, for example, stating “ The Schmidt patent, as presented in
the request, raises a substantial new question of patentability
affecting patent claims 1-5 because [provide reasons]. However,
the Schmidt patent, as presented in the request, does not raise
asubstantial new question of patentability affecting patent clams
6-10 because [provide reasons].”

2816.04 Effect of the Deter mination
[R-11.2013]

If the examiner determines that a SNQ is raised by
one or more items of information in the request, ex
parte reexamination of the patent will be ordered
under 35 U.S.C. 257. See 37 CFR 1.625(b) and (d).
See MPEP § 2818.01.

If the supplemental examination certificateindicates
that no SNQ is raised by any of the items of
information in the request, ex parte reexamination
will not be ordered, and the fee for reexamination
ordered as aresult of supplemental examination, as
set forth in 37 CFR 1.20(k)(2), will be refunded in
accordance with 37 CFR 1.610(d). See MPEP §
2818.02.

2817 Conclusion of Supplemental
Examination [R-11.2013]

37 CFR 1.625 Conclusion of supplemental examination;
publication of supplemental examination certificate;
procedure after conclusion.

(a) A supplementa examination proceeding will conclude
with the electronic issuance of a supplemental examination
certificate. The supplemental examination certificate will
indicate theresult of the determination whether any of theitems
of information presented in the request raised a substantial new
question of patentability.

*kkkk

35 U.S.C. 257(a) requires that supplemental
examination “shall conclude with the issuance of a
certificate indicating whether the information
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presented in the request raises a substantial new
question of patentability” A  supplemental
examination proceeding is initiated by the filing of
arequest for supplemental examination that complies
with 35 U.S.C. 257 and 37 CFR 1.601 et seg., and
al other applicable rules, and ends with the
electronicissuance of the supplemental examination
certificate. The supplemental examination certificate
will state the result of the Office's determination
whether any of the items of information submitted
as part of the request raises a SNQ.

If the supplemental examination certificate states
that a SNQ is raised by one or more of the items of
information submitted as part of the request, ex
parte reexamination of the patent will be ordered
under 35 U.S.C. 257. In other words, if the
supplemental examination certificate states that a
SNQisraised, an ex parte reexamination proceeding
will be initiated after the conclusion of the
supplemental examination proceeding. If, however,
the supplemental examination certificate states that
no substantial new question of patentability israised
in the request, then an ex parte reexamination
proceeding will not beinitiated at the conclusion of
the supplemental examination proceeding.

2817.01 Processing and Electronic I ssuance
of Supplemental Examination Certificate
[R-11.2013]

After the examiner has prepared the Supplemental
Examination Certificate and the Reasons for
Substantial New Question of Patentability
Determination  ("reasons document"), these
documents, and the supplemental examination file,
are referred to the Centra Reexamination Unit
(CRU) Lega Instrument Examiner (LIE) for
coordinating the clerical processing carried out by
the technical support staff.

The Supplemental Examination Certificate and the
reasons document are made of record in the
eectronic file of the supplemental examination
proceeding. Copies of both documents are also
mailed to the patent owner.

The supplemental examination certificate will be
electronically issued in the Office’s electronic Image
File Wrapper system and will be visible in Public
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PAIR within three months of the filing date of the
request. Electronic issuance of the supplemental
examination certificate will permit the Officetoissue
the certificate within the three-month statutory period
and will permit sufficient time to review the items
of information submitted as part of the request. The
certificate will be viewable by the public in Public
PAIR.

Theelectronically issued supplemental examination
certificate will display thefiling date of the request.
Theelectronically issued supplemental examination
certificate will also list each of the items of
information properly submitted as part of the request,
and state whether the request raisesa SNQ affecting
at least one claim of the patent.

If the supplemental examination certificate indicates
that a SNQ is raised in the request, ex parte
reexamination of the patent will be ordered under
35 U.S.C. 257. Upon the conclusion of the ex parte
reexamination proceeding, an ex parte
reexamination certificate, which will include a
statement specifying that ex parte reexamination
was ordered under 35 U.S.C. 257, will be published
as an attachment to the patent by the Office's patent
publication process in accordance with established
ex parte reexamination practice (see 37 CFR 1.570).
Theelectronically issued supplemental examination
certificate will also remain as part of the public
record for the patent.

If the supplemental examination certificate indicates
that no SNQ is raised in the request, the
electronically issued supplemental examination
certificate, which will remain as part of the public
record for the patent, will also be published in due
course by the Office's patent publication process as
an attachment to the patent. The fee for
reexamination ordered as a result of supplemental
examination, as set forth in 37 CFR 1.20(k)(2), will
be refunded in accordance with 37 CFR 1.610(d).

2818 Procedure after Conclusion of
Supplemental Examination [R-11.2013]

37 CFR 1.625 Conclusion of supplemental examination;
publication of supplemental examination certificate;

procedure after conclusion.
*kkkk

2800-59

§ 2818

(b) If the supplemental examination certificate states that
asubstantial new question of patentability is raised by one or
moreitems of information in the request, ex partereexamination
of the patent will be ordered under 35 U.S.C. 257. Upon the
conclusion of the ex parte reexamination proceeding, an ex
parte reexamination certificate, which will include a statement
specifying that ex parte reexamination was ordered under 35
U.S.C. 257, will be published. The electronically issued
supplemental examination certificate will remain as part of the
public record of the patent.

(c) If the supplemental examination certificate indicates
that no substantial new question of patentability israised by any
of the items of information in the request, and ex parte
reexamination is not ordered under 35 U.S.C. 257, the
electronically issued supplemental examination certificate will
be published in due course. The fee for reexamination ordered
as aresult of supplemental examination, as set forthin §
1.20(k)(2), will be refunded in accordance with 1.26(c).

(d) Any ex parte reexamination ordered under 35 U.S.C.
257 will be conducted in accordance with 88 1.530 through
1.570, which govern ex parte reexamination, except that:

(1) The patent owner will not have theright to filea
statement pursuant to § 1.530, and the order will not set atime
period within which to file such a statement;

(2) Reexamination of any claim of the patent may be
conducted on the basis of any item of information as set forth
in 8 1.605, and is not limited to patents and printed publications
or to subject matter that has been added or deleted during the
reexamination proceeding, notwithstanding § 1.552(a);

(3) Issuesin addition to those raised by patents and
printed publications, and by subject matter added or deleted
during a reexamination proceeding, may be considered and
resolved, notwithstanding § 1.552(c); and

(4) Information material to patentability will be defined
by § 1.56(b), notwithstanding § 1.555(b).

Supplemental examination is concluded by the
electronic publication of the certificate. The Office
procedure after publication of the certificate depends
on whether the Office determines that a SNQ
affecting at least one claim of the patent israised in
the request.

If the supplemental examination certificateindicates
that a SNQ israised, ex parte reexamination of the
patent will be ordered under 35 U.S.C. 257. See 37
CFR 1.625(b). An ex parte reexamination ordered
asaresult of asupplemental examination proceeding
will be conducted in accordance with the existing
rules governing ex parte reexamination, except that:
(i) the patent owner will not have the right to file a
patent owner statement; and (ii) the Office will
address each SNQ without regard to whether it is
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raised by apatent or printed publication. See 37 CFR
1.625(d) and MPEP § 2818.01 .

If the supplemental examination certificate indicates
that no SNQ is raised, ex parte reexamination will
not be ordered under 35 U.S.C. 257. Inthiscase, the
electronically issued supplemental examination
certificate will be published in due course by the
Office's patent publication process as an attachment
to the patent. The fee for reexamination ordered as
aresult of supplemental examination, as set forthin
37 CFR 1.20(k)(2), will be refunded in accordance
with 37 CFR 1.610(d). See MPEP § 2818.02.

2818.01 After Determination Finding a
Substantial New Question of Patentability
[R-07.2015]

37 _CFR 1.625(d) provides that any ex parte
reexamination ordered under 35 U.S.C. 257 will be
conducted in accordance with 37 CFR 1.530 through
37 CFR 1.570, which govern ex parte
reexamination, except that:

(1) the patent owner will not have the right to
file a statement pursuant to 37 CFR 1.530, and the
order will not set atime period within which to file
such a statement;

(2) exparte reexamination of any claim of the
patent may be conducted on the basis of any item of
information as set forth in 37 CFR 1.605, and is not
limited to patents and printed publications or to
subject matter that has been added or deleted during
areexamination proceeding, which differs from the
provisions of 37 CFR 1.552(a);

(3) issuesin addition to those raised by patents
and printed publications and by subject matter added
or deleted during an ex parte reexamination
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proceeding may be considered and resolved, which
differsfrom 37 CFR 1.552(c); and

(4) information material to patentability will be
defined by 37 CFR 1.56 for the purposes of a
supplemental examination proceeding and any
resulting ex parte reexamination proceeding.

The material to patentability standard (37 _CFR
1.56(b)) applicable to patent applications is also
applicableto an ex parte reexamination proceeding
under 35 U.S.C. 257 resulting from a supplemental
examination proceeding because, like patent
application examination, an ex parte reexamination
proceeding ordered pursuant to 35 U.S.C. 257 isnot
limited to patents and printed publications. In
contrast, the material to patentability standard under
37 CFR 1.555(b), which is applicable to ex parte
reexaminations ordered pursuant to 35 U.S.C. 302,
is limited to patents and printed publications. Any
reference to “applicant” in 37 CFR 1.56(b) will be
read as “patent owner” in the context of a
supplemental examination proceeding and any
resulting ex parte reexamination proceeding under
35 U.S.C. 257, because these proceedings are only
available to a patent owner.

After the issuance and mailing of the supplemental
examination certificate and the accompanying
reasons document, the examiner will prepare an
order for ex parte reexamination based on the
determination made in the supplemental examination
proceeding. To order reexamination under 35 U.S.C.
257, the examiner may use form PTO-2302 or
include form paragraph 28.04 at the beginning of an
initial Office action on the merits in the resulting
reexamination proceeding. The order may refer to
the reasons document that was created with the
supplemental examination certificate.

The following is a copy of form PTO-2302:
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Centrel No. Patent Under Reexamination

Ex Parte Reexamination Ordered Pursuant

to 35 U.S.C. 257 Examiner ArtUnit

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address--

The supplemental examination proceeding filed on , concluded with the issuance of the
supplemental examination certificate on . The cerificate indicated that one or more items of
information submitted as part of the request for supplemental examination raises a substantial new
question of patentability. See the Reasons for Substantial New Question of Patentability
Determination in the file of this proceeding.

Accordingly, ex parte reexamination of claim(s) of U.5. Patent No. isordered. See
35U.5.C. 257(b) and 37 CFR 1.625(b). This ex parfe reexamination proceeding is hereby initiated
by the mailing of this order. Ex parte reexamination under 35 U.S.C. 257 will be conducted in
accordance with 37 CFR 1.530 through 1.570, which govern ex parte reexamination, subject to the
exceptions enumerated in 37 CFR 1.625(d), and, in addition, to the exception that a patent owner's
statement, including any amendment, under 37 CFR 1.530(a)-(c) may not be filed. For this reason,
no amendment in an ex parfe reexamination proceeding ordered under 35 U.5.C. 257 may be filed
until after the mailing of a first Office action on the merits.

This reexamination proceeding has been assigned to the art unit listed above. All future
correspondence should be directed to the assigned art unit and should be identified by the control
number listed above, which is identical to the control number assigned to the now-concluded
supplemental examination proceeding.

US Patenl and Tradeimark Orica

PTOL-2302 (Rev. 08-12) Office Action in Ex Parte Reexamination Part of Paper Mo.
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Thefollowing isaform paragraph that may be used
a the beginning of an initial Office action on the
merits to order reexamination under 35 U.S.C. 257:

1 28.04 Reexamination Ordered Pursuant to 35 U.S.C. 257

Reexamination Ordered Pursuant to 35 U.S.C. 257

The supplemental examination proceeding, filed on [1],
concluded with the issuance of the supplemental examination
certificate on [2]. The certificate indicated that one or more of
the items of information submitted as part of the request for
supplemental examination raises a substantial new question of
patentability. See the Reasons for Substantial New Question of
Patentability Determination in the file of this proceeding.

Accordingly, ex parte reexamination of claim(s) [3] of U.S.
Patent No. [4] is ordered. See 35 U.S.C. 257(b) and 37 CFR
1.625(b). This ex parte reexamination proceeding is hereby
initiated by the mailing of this order. Ex parte reexamination
under 35 U.S.C. 257 will be conducted in accordance with 37
CFR 1.530through 1.570, which govern ex parte reexamination,
subject to the exceptions enumerated in 37 CFR 1.625(d), and,
in addition, to the exception that a patent owner’'s statement,
including any amendment, under 37 CFR 1.530(a) -(c) may not
befiled. See 35 U.S.C. 257(b). For this reason, no amendment
in an ex parte reexamination proceeding ordered under 35
U.S.C. 257 may befiled until after the mailing of afirst Office
action on the merits (which appears below). Thisreexamination
proceeding has been assigned to the art unit listed at the top of
the cover page of this action. All future correspondence should
be directed to the assigned art unit and should be identified by
the control number, which is also listed at the top of the cover
page of this action, and which isidentical to the control number
assigned to the now-concluded supplemental examination
proceeding.

A first Office action on the merits appears below.

Examiner Note:

1. Inbrackets1 and 2, insert the filing date of the
supplemental examination proceeding and the issue date of the
supplemental examination certificate, respectively, asthey
appear on the certificate.

2. Inbracket 3, list the claims for which a substantial new
question of patentability was found, per the Statement of
Reasons for Substantial New Question of Patentability
Determination.

3. Inbracket 4, list the patent number as shown on the
supplemental examination certificate.

See, generally, MPEP § 2254 and M PEP 88§ 2260 -
2296 for a detailed discussion of ex parte
reexamination procedures and processes. The
guidance provided in MPEP § 2250 is applicable to
amendments submitted after the first Office action
inan ex parte reexamination proceeding resulting
from a supplemental examination proceeding. As
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stated previoudly, areexamination ordered asaresult
of supplemental examination is subject to the
regulations and procedures of eX parte
reexamination, subject to the above-noted
exceptions.

2818.02 After Determination Finding No
Substantial New Question of Patentability
[R-11.2013]

If the supplemental examination certificateindicates
that no SNQ is raised in the request, the
electronically issued supplemental examination
certificate will be published in due course by the
Office's patent publication process as an attachment
to the patent. The fee for reexamination ordered as
aresult of supplemental examination, asset forthin
37 CFR 1.20(k)(2), will be refunded in accordance
with 37 CFR 1.610(d).

2819 Discovery of Possible Material Fraud
[R-11.2013]

37 CFR 1.620 Conduct of supplemental examination
proceeding.

*kkk*k

(g) If the Office becomes aware, during the course of
supplemental examination or of any reexamination ordered
under 35 U.S.C. 257 asaresult of the supplemental examination
proceeding, that a material fraud on the Office may have been
committed in connection with the patent requested to be
examined, the supplemental examination proceeding or any
reexamination proceeding ordered under 35 U.S.C. 257 will
continue, and the matter will be referred to the U.S. Attorney
General in accordance with 35 U.S.C. 257(e).

37 CFR 1.620(g) providesthat, if the Office becomes
aware, during the course of a supplemental
examination or of any ex parte reexamination
ordered under 35 U.S.C. 257 as a result of the
supplemental examination proceeding, that amaterial
fraud on the Office may have been committed in
connection with the patent requested to be examined,
the supplemental examination proceeding or any ex
parte reexamination proceeding ordered under 35
U.S.C. 257 will continue. The matter will bereferred
to the U.S. Attorney General in accordance with 35

U.S.C. 257(e).

The Office anticipates that such instances will be
rare. Accordingly, the Office does not intend to
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create a unit to investigate instances of material
fraud. If an employee of the Office, such as an
examiner in the CRU, becomes aware, during the
course of supplemental examination or any
reexamination ordered under 35 U.S.C. 257, that a
material fraud on the Office may have been
committed in connection with the patent subject to
a supplemental examination or resulting
reexamination ordered under 35 U.S.C. 257, the
employee would notify the supervisory official in
charge of the section of the Office to which the
employee is assigned, such as the Director of the
CRU. The supplemental examination proceeding,
or any reexamination proceeding ordered under 35
U.S.C. 257, would continue. If the supervisory
official concurs, he or she would refer the matter to
the Deputy Commissioner for Patent Examination
Policy. If the Deputy Commissioner for Patent
Examination Policy concurs, the matter would be
referred to the Office’s General Counsel, who would
determineif the matter should bereferred tothe U.S.
Attorney General in accordance with 35 U.S.C.

257(e).

2820 Submission of Notification of Other
Prior or Concurrent Post-Patent Office
Proceedings [R-11.2013]

37 CFR 1.620 Conduct of supplemental examination
proceeding.

*kkkk

(d) The patent owner must, as soon as possible upon the
discovery of any other prior or concurrent post-patent Office
proceeding involving the patent for which the current
supplemental examination is requested, file a paper limited to
notifying the Office of the post-patent Office proceeding, if such
notice has not been previously provided with the request. The
notice shall be limited to an identification of the post-patent
Office proceeding, including the type of proceeding, the
identifying number of any such proceeding (e.g., a control
number or reissue application number), and the filing date of
any such proceeding, without any discussion of the issues of
the current supplemental examination proceeding or of the
identified post-patent Office proceeding(s).

*kkkk

37 CFR 1.620(d) requiresthat the patent owner must,
as soon as possible upon the discovery of any other
prior or concurrent post-patent Office proceeding
involving the patent for which the current
supplemental examination is requested, file a paper
limited to notifying the Office of the post-patent
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Office proceeding, if such notice has not been
previoudly provided with the request. The Office
anticipates that a patent for which supplemental
examination is requested may be involved in other
post-patent Office proceedings, including another
supplemental examination proceeding. Knowledge
of other proceedingsisimportant to ensureaquality
determination. In addition, notice isrequired due to
the statutory three-month period within which the
Office must conclude the supplemental examination.
The noticeislimited to an identification of the post
patent Office proceeding, including the type (e.g.,
ex parte or inter partes reexamination, reissue,
supplemental examination, post-grant review, inter
partes review, or covered business method patent
review), an identifying number, such as a control
number or reissue application number, and thefiling
date of the other post-patent Office proceeding. The
notice may not include further arguments or
information, including any discussion of the issues
present in the current supplemental examination
proceeding or in the identified post-patent Office
proceeding(s). A notice pursuant to 37 CFR 1.620(d)
must not include copies of papersfiledinaprior or
concurrent Office proceeding. If the paper containing
the notice is not so limited, the paper will be held to
be improper, and will be processed as an
unauthorized paper pursuant to 37 CFR 1.620(c).

2821 Multiple Post-Patent Office Proceedings
[R-07.2015]

A supplemental examination proceeding must
conclude within three months from the filing date
of the request. Asagenerd rule, the Office will not
merge asupplemental examination proceeding with
any other supplemental examination proceeding.
The Office, however, reserves its option to
merge/consolidate  supplemental  examination
proceedings as circumstances arise. The Office,
likewise, does not anticipate that a supplemental
examination proceeding or ex parte reexamination
proceeding resulting from a supplementa
examination proceeding will be merged with any
other type of Office proceeding. The Officesimilarly
reserves its option to merge reexamination
proceedings that are ordered as a result of
supplemental  examination  proceedings as
circumstances arise. In such circumstances, filing a
petition to merge is not necessary, since the Office

Rev. 07.2015, October 2015



§ 2822

will generally make a decision sua sponte whether
to merge.

If multiple post-patent proceedings are
simultaneoudy filed, any determination of which
proceedings to initiate, and the order in which to
initiate them, will be made on a case-by-case basis.

If the patent owner files a request for supplemental
examination that is in compliance with 35 U.S.C.
257 and all applicable rules, the Office is required
under 35 U.S.C. 257(a) to conduct the examination
and conclude the proceeding within three months
from the filing date of the request. Any
reexamination proceeding resulting from the
supplemental examination proceeding must, in
accordance with 35 U.S.C. 257(b), be conducted
“according to the procedures established by chapter
30,” which govern ex parte reexamination. If
reexamination is ordered, the Office is required to
proceed with the reexamination. 35 U.S.C. 304
reguires the Office to resolve any substantial new
guestion of patentability determined to be raised:

If... the Director finds that a substantial new
question of patentability affecting any claim of
apatent israised, the determination will include
an order for reexamination of the patent for
resolution of the question (emphasis added).

In addition, 35 U.S.C. 305 expresdy provides that,
after the order (and after thetime period set for filing
apatent owner statement under 35 U.S.C. 304, which
is excluded by 35 U.S.C. 257(b)), “reexamination
will be conducted.” Therefore, once reexamination
is ordered, the Office is required by statute to
conduct the reexamination. Further, 35 U.S.C. 305
requiresthat an ex parte reexamination proceeding
“be conducted with specia dispatch within the
Office” Seedso, Ethiconv. Quigg, 849 F.2d 1422
(Fed. Cir. 1988). The Office, however, reserves its
option, pursuant to 35 U.S.C. 315(d) or 35 U.S.C.
325(d), to determine the manner in which a
reexamination proceeding ordered under 35 U.S.C.
257 may proceed, including providing for stay,
transfer, consolidation or termination, when thereis
acopending inter partes review, post grant review,
or covered business method review. The patent
owner may wish to consider the provisions of 35
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U.S.C. 257(c)(1) and 35 U.S.C. 257(c)(2) on the
effectiveness of any supplemental examination on
aready pending litigation when determining whether
and when to file a request for supplemental
examination.

See MPEP_§ 2283 for information on mergers
involving an ex parte reexamination proceeding.

See the Trid Practice Guide for information
involving concurrent trials.

2822 Assignment of the Supplemental
Examination Proceeding [R-11.2013]

Supplemental examination requestswill be assigned
to the Central Reexamination Unit (CRU) in the
same manner in which reexamination requests are
assigned. The CRU art unit which examines the
technology (Chemical, Electrical, Mechanical, etc.)
in which the patent to be examined is currently
classified as an original patent, will be assigned the
supplemental examination request. In that art unit,
the CRU Supervisory Patent Examiner (SPE) will
assign the request to a primary examiner, other than
the examiner who originally examined the patent
application, who is most familiar with the claimed
subject matter of the patent. See, generally, MPEP
8§ 2236.

Although the number of supplemental examination
requests which must be transferred to another
examiner should be very small, the procedures
established for  transferring  reexamination
proceedings will be generally followed when
transferring supplemental examination proceedings.
See MPEP § 2237.

2823 Differences Between an Ex Parte
Reexamination Proceeding Or dered Pur suant
to 35 U.S.C. 257 and an Ex Parte
Reexamination Proceeding Or dered Pur suant
to 35 U.S.C. 302 [R-11.2013]

Ex parte reexamination ordered under 35 U.S.C.
257, i.e., asaresult of asupplemental examination,
will be conducted in accordance with regulations
and procedures that govern ex parte reexamination
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ordered pursuant to 35 U.S.C. 302 (e.g., 37 CFR
1.530 through 37 CFR 1.570), except that:

(1) the patent owner will not have the right to
file a statement pursuant to 37 CFR 1.530, and the
order will not set atime period within which to file
such a statement;

(2) the patent owner cannot file an amendment
to the patent until after supplemental examination
is concluded and after the issuance of an initial
Office action on the meritsin any ex parte
reexamination proceeding ordered under 35 U.S.C.
257;

(3) exparte reexamination of any claim of the
patent may be conducted on the basis of any item of
information as set forth in 37 CFR 1.605, and is not
limited to patents and printed publications or to
subject matter that has been added or deleted during
areexamination proceeding, which differs from the
provisions of 37 CFR 1.552(a);

(4) issuesin addition to those raised by patents
and printed publications and by subject matter added
or deleted during an ex parte reexamination
proceeding may be considered and resolved, which
differs from 37 CFR 1.552(c); and

(5) information material to patentability will be
defined by 37 CFR 1.56(b) for an ex parte
reexamination proceeding resulting from a
supplemental examination proceeding.
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