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INTRODUCTION [R-07.2022]

This chapter is designed to be a guide for patent
examiners in searching and examining applications
filed under the Patent Cooperation Treaty (PCT).
Applicantsdesiring additional information for filing
international applications should obtain a copy of
the PCT Applicant's Guide from the World
Intellectual Property Organization (WIPO) in
Geneva, Switzerland.

The Articles and Regulations under the PCT are
reproduced in Appendix T of this Manual and the
Administrative Instructions are reproduced in
Appendix Al of this Manual. The text of the PCT
Applicant’s Guide, the monthly PCT Newsletter,

theweekly PCT Gazette, downloadable PCT forms,
and additional information about the processing of
international applicationsare availablefromWIPO's

website (www.wipo.int).
PCT applications are processed by the Office of PCT

Operations within the U.S. Patent and Trademark
Office.
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1801 Basic Patent Cooperation Treaty (PCT)
Principles [R-01.2024]

[. MAJOR CONCEPTSOF THE PCT

The Patent Cooperation Treaty (PCT) enables the
U.S. applicant to file one application, “an
international application,” in a standardized format
in English in the U.S. Receiving Office (the U.S.
Patent and Trademark Office), and have that
application acknowledged as a regular national or
regional filing in as many Contracting States to the
PCT as the applicant “designates,” i.e., names, as
countries or regions in which patent protection is
desired. The filing of an international application
will automatically constitute the designation of all
contracting countries to the PCT on that filing date.
In the same manner, the PCT enables foreign
applicants to file a PCT international application,
designating the United States of America, in their
home language in their home patent office and have
the application acknowledged as a regular U.S.
national filing. The PCT aso provides for the
establishment of an international search report and
written opinion at 16 months from the priority date
and publication of theinternational application after
18 months from the priority date. Upon payment of
national fees and the furnishing of any required
translation, usually 30 months after thefiling of any
priority application for the invention, or the
international filing date if no priority isclaimed, the
application will be subjected to national procedures
for granting of patents in each of the designated
countries. For any countries remaining whose
national laws are not compatible with the 30 month
period set forth in PCT Article 22(1), thefiling of a
demand for aninternational preliminary examination
electing such countries within 19 months from the
priority date will result in an extension of the period
for entering the national stage to 30 months from
the priority date. An up-to-date list of such countries
may be found on WIPO's website (www.wipo.int/
pct/en/texts/reservations/res incomp.html). See
also subsection V. below. A brief description of the
basic flow under the PCT is provided in MPEP §
1842.

The PCT offers an aternative route to filing patent
applications directly in the patent offices of those
countries which are Contracting States of the PCT.

Rev. 01.2024, November 2024
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It does not preclude taking advantage of the priority
rights and other advantages provided under the Paris
Convention and the WTO administered Agreement
on Trade-Related Aspects of Intellectual Property
(TRIPSAgreement). The PCT providesan additional
and optional foreign filing route to patent applicants.

The filing, search and publication procedures are
provided for in Chapter | of the PCT. Additional
procedures for a preliminary examination of PCT
international applications are provided for in optional
PCT Chapter I1.

In most instances, anational U.S. applicationisfiled
first. An international application for the same
subject matter will then befiled subsequently within
the priority year provided by the Paris Convention
and the priority benefit of the U.S. national
application filing date will be claimed.

II. RECEIVING OFFICE (RO)

The international application (I1A) must be filed in
the prescribed receiving Office (RO)(PCT Article
10). The United States Patent and Trademark Office
will act as a receiving Office for United States
residents and nationals (35 U.S.C. 361(a)). Under
PCT Rule 19.1(a)(iii), the International Bureau of
the World Intellectual Property Organization will
aso act asaReceiving Officefor U.S. residents and
nationals. Thereceiving Office functionsasthefiling
and formalitiesreview organization for international
applications. I nternational applications must contain
upon filing the designation of at least one
Contracting State in which patent protection is
desired and must meet certain standards for
completenessand formality (PCT Articles 11(1) and

14(2)).

Where a priority claim is made, the date of the
earliest-filed application whose priority is claimed
is used as the date for determining the timing of
international processing, including the various
transmittal's, the payment of certain international and
national fees, and publication of the application.
Where no priority claim is made, the international
filing date will be considered to bethe“ priority date”
for timing purposes (PCT Article 2(xi)).
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The international application is subject to the
payment of certain fees within 1 month from the
date of receipt. See PCT Rules 14.1(c), 15.3, and
16.1(f). The receiving Office will grant an
international filing date to the application, collect
fees, handle informalities by direct communication
with the applicant, and monitor al corrections (35
U.S.C. 361(d)). By 13 monthsfrom the priority date,
the receiving Office should prepare and transmit a
copy of the international application, called the
search copy (SC), to the International Searching
Authority (ISA); and forward the original, called the
record copy (RC), to the International Bureau (I1B)
(PCT Rules 22.1 and 23). A second copy of the
international application, the home copy (HC),
remainsin thereceiving Office (PCT Article 12(1)).
Once the receiving Office has transmitted copies of
the application, the International Searching Authority
becomes the focus of international processing.

[11. INTERNATIONAL SEARCHINGAUTHORITY
(1SA)

The basic functions of the International Searching
Authority (ISA) areto conduct a prior art search of
inventions claimed in international applications (it
does this by searching in at least the minimum
documentation defined by the Treaty (PCT Articles
15 and 16 and PCT Rule 34)) and to issue awritten
opinion (PCT Rule 43 bis) which will normally be
considered to be the first written opinion of the
International Preliminary Examining Authority
where international preliminary examination is
demanded. See PCT Rule 66.1 bis.

For most applications filed with the United States
Receiving Office, the applicant may choose (in the
Request form) the U.S. Patent and Trademark Office,
the European Patent Office, the Korean Intellectual
Property Office, the Australian Patent Office (IP
Augtraia), the lsragl Patent Office (ILPO), the Japan
Patent Office (JPO), or the Intellectual Property
Office of Singapore (1POS) to act asthe International
Searching Authority. However, IPAustraliaand JPO
may not be competent to act as an International
Searching Authority for certain applicationsfiled by
nationalsor residents of the United States. See MPEP
88 1840.01 - 1840.07. The International Searching
Authority isalso responsiblefor checking the content
of thetitle and abstract (PCT Rules 37.2 and 38.2).

1800-5
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An international search report (ISR) and written
opinion will normally beissued by the International
Searching Authority within 3 months from the
receipt of the search copy (usually about 16 months
after the priority date) (PCT Rule 42). Copies of the
international search report and prior art cited will be
made available to the applicant by the ISA (PCT
Rules 43 and 44.1). The international search report
will contain a listing of documents found to be
relevant and will identify the clams in the
application to which they are pertinent. The written
opinion indicates whether each claim appears to
satisfy the PCT Article 33 criteria of “novelty,”
“inventive step,” and “industrial applicability.” The
written opinion may also indicate defectsin theform
or content of the international application under the
PCT articles and regulations, as well as any
observations the | SA wishes to make on the clarity
of the claims, the description, and the drawings, or
on the question of whether the claims are fully
supported by the description.

Once the international search report and written
opinion are established, the ISA transmits one copy
of each to the applicant and the International Bureau,
and international processing continues before the
International Bureau. If a Demand for Chapter Il
examination is not timely filed, the International
Bureau communicates acopy of thewritten opinion
established by the ISA (retitted Internationa
Preliminary Report on Patentability (Chapter | of
the PCT)) to each designated Office after the
expiration of 30 months from the priority date.

IV. INTERNATIONAL BUREAU (1B)

The basic functions of the International Bureau (I1B)
are to maintain the master file of all international
applications and to act as the publisher and central
coordinating body under the Treaty. The World
Intellectual Property Organization (WIPO) in
Geneva, Switzerland performs the duties of the
International Bureau.

If the applicant has not filed a certified copy of the
priority document in the receiving Office with the
international application, requested upon filing that
the receiving Office prepare and transmit to the
International Bureau acopy of theprior U.S. national
application, the priority of which is claimed, or
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reguested the International Bureau to obtain a copy
of the earlier application from a digital library, the
applicant must submit such a document directly to
the International Bureau or the receiving Office not
later than 16 months after the priority date (PCT
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announcements (PCT _Rule 86). The International
Bureau also communicates copies of the publication
of the international application to al designated
Officesthat have requested to receive the publication
(PCT Article 20, PCT Rule 47, and PCT Rule

Rule 17). Therequest (Form PCT/RO/101) contains
abox which can be checked requesting the receiving
Office to prepare and transmit a copy of a prior
application. This is only possible, of course, if the
receiving Officeisapart of the same national Office
wherethe priority application wasfiled. Therequest
(Form PCT/RO/101) also contains a box which can
be checked requesting the International Bureau to
obtain acopy of the earlier application from adigital
library. This is only possible if the application is
registered in adigital library, made available to the
International Bureau within the prescribed time limit,
asset forthin PCT Rule 17.1(b- bis), and the access
codeis furnished to the International Bureau.

The applicant has normally 2 months from the date
of transmittal of the international search report to
amend the claims by filing an amendment and may
file a brief statement explaining the amendment
directly with the International Bureau (PCT Article
19 and PCT Rule 46). The International Bureau will
then normally publish the international application
along with the search report and any amended claims
at the expiration of 18 monthsfrom the priority date
(PCT Article 21). For applications filed before July
1, 2014, former PCT Rule 44 ter provided that the
written opinion of the ISA would not be made
publicly available until the expiration of 30 months
from the priority date. For applications filed on or
after July 1, 2014, the written opinion of the ISA
and any informal comments submitted by the
applicant are made available to the public in their
original language as of the publication date. The
international publication includes a front page
containing bibliographical data, the abstract, and a
figure of thedrawing (PCT Rule48). The publication
also contains the search report and any amendments
to the claims submitted by the applicant. If the
application is published in a language other than
English, the search report and abstract are aso
published in English. The International Bureau
publishesa PCT Gazette in the French and English
languages which containsinformation similar to that
on the front pages of published international
applications, as well as various indexes and

Rev. 01.2024, November 2024

V. DESIGNATED OFFICE (DO) and ELECTED
OFFICE (EO)

The designated Office is the national Office (for
example, the USPTO) acting for the state or region
designated under Chapter 1. Similarly, the elected
Office is the national Office acting for the state or
region elected under Chapter 11.

PCT Article 22(1) was amended, effective April 1,
2002, to specify that a copy of the international
application, atrandation thereof (as prescribed), and
the national fee are due to the designated Office not
later than at the expiration of 30 months from the
priority date. Accordingly, the time period for filing
the copy of the international application, the
trandation, and the fee under PCT Article 22 isthe
same as the 30 month time period set forth in PCT
Article 39. The USPTO has adopted the 30 month
time limit set forth in PCT_Article 22(1). Most
Contracting States have changed their national laws
for consistency with PCT Article 22(1) as amended.
An up-to-datelisting of Contracting Statesthat have
adopted Article 22(1) as amended is maintained at
WIPO's website at www.wipo.int/pct/en/texts
time_limits.html. At the time of publication of this
Chapter, only two countries have not adopted Article
22(1) asamended: L uxembourg (LU) and the United
Republic of Tanzania (TZ). It is noted that
Luxembourg isincluded in the regional designation
“EPO” and that the United Republic of Tanzaniais
included in the regional designation “ARIPO.” For
those two remaining Contracting States that have
not adopted Article 22(1) as amended, if no
“Demand” for international preliminary examination
has been filed within 19 months of the priority date,
the applicant may be required to complete the
requirements for entering the national stage within
20 monthsfrom the priority date of the international
application in the national offices of those states.
When entering the national stage following Chapter
| or Chapter 11, the applicant has the right to amend
the application within the time limit set forthin PCT

1800-6
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Rule52.1 or PCT Rule 78.1, respectively. After this
time limit has expired (PCT Article 28 or PCT
Article 41 and PCT Rule 52 or PCT Rule 78), each
designated/elected Office will make its own
determination as to the patentability of the
application based upon its own specific national or
regional laws (PCT Article 27(5)).

If the applicant desires to obtain the benefit of
delaying the entry into the national stage until 30
months from the priority date in one or more
countries where the 30 month time limit set forth in
PCT Article 22(1) as amended does not apply, a
Demand for international preliminary examination
must be filed with an appropriate International
Preliminary Examining Authority (IPEA) within 19
months of the priority date.

Those states in which the Chapter Il procedure is
desired must be “€elected” in the Demand.

PCT Rule 54 bis.1 requires the Demand to be made
prior to the expiration of whichever of thefollowing
periods expires later:

(A) three monthsfrom the date of transmittal to
the applicant of the international search report or of
the declaration referred to in PCT Article 17(2)(a),
and of the written opinion under PCT Rule43 bis.1;
or

(B) 22 months from the priority date.

However, applicant may desire to file the Demand
by 19 months from the priority date to extend the
national stage entry deadline in Luxembourg and
the United Republic of Tanzania.

The origina Demand is forwarded to the
International Bureau by the |PEA. The International
Bureau then notifies the various el ected Offices that
the applicant has entered Chapter |1 and sends acopy
of any amendments filed under PCT Article 19 and
any statement explaining the amendments and the
basisfor theamendmentsto the |PEA. See PCT Rule
62. The International Bureau also sends the IPEA a
copy of the written opinion established by the
International Searching Authority (ISA) unless the
ISA isalso acting asthe IPEA. See PCT Rule 62.1(i).

1800-7
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VI. INTERNATIONAL PRELIMINARY
EXAMINING AUTHORITY (IPEA)

The International Preliminary Examining Authority
(IPEA) normally startsthe examination processwhen
it isin possession of:

(A) the Demand,
(B) the amount due;

(C) atrandation, if the applicant is required to
furnish atranslation under PCT Rule 55.2;

(D) either the international search report or a
notice of the declaration by the International
Searching Authority (ISA) that no international
search report will be established; and

(E) the written opinion established under PCT
Rule 43 bis.1.

The IPEA shall start the international preliminary
examination upon receipt of the above materials
unless the applicant expressly requests to postpone
thestart of theinternational preliminary examination
until the expiration of the later of three monthsfrom
the transmittal of the international search report (or
declaration that no international search report will
be established) and written opinion; or the expiration
of 22 months from the priority date, with the
exception of the situations provided for in PCT Rule

69.1(b) - (8).

Thewritten opinion of the | SA isusually considered
thefirst written opinion of the IPEA unlessthe IPEA
has notified the International Bureau that written
opinions established by specified International
Searching Authorities shall not be considered a
written opinion for this purpose. See PCT Rule
66.1 bis. Also, the IPEA may, at itsdiscretion, issue
further written opinions provided sufficient timeis
available. See PCT Rule 66.4.

The IPEA establishes the international preliminary
examination report  (entitted  “international
preliminary report on patentability”), which presents
the examiner’s final position as to whether each
claim is “novel,” involves “inventive step,” and is
“industrially applicable” by 28 months from the
priority date. A copy of theinternationa preliminary
examination report is sent to the applicant and to the
International Bureau. The International Bureau then

Rev. 01.2024, November 2024
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communicatesacopy of theinternational preliminary
examination report to each elected Office.

The applicant must complete the requirements for
entering the national stage by the expiration of 30
months from the priority date to avoid any question
of withdrawal of the application as to that elected
Office; however, some elected Offices provide a
longer period to compl ete the requirements.

A listing of al national and regional offices, and the
corresponding time limits for entering the national
stage after PCT Chapter | and PCT Chapter 11, may
be found on WIPO’'s website at:
www.wipo.int/pct/en/textg/time limits.html.

1802 PCT Definitions [R-07.2015]

The PCT contains definitionsin PCT Article 2 and
in PCT Rule 2, which are found in MPEP Appendix
T. Additional definitionsarein 35 U.S.C. 351, found
in MPEP Appendix L, in 37 CFR 1.9 and 1.401,
found in MPEP Appendix R, and in PCT
Administrative Instructions Section 101, found in

MPEP Appendix Al.

1803 ReservationsUnder the PCT Taken by,
and Notifications of Incompatibility Made
by, the United States of America[R-07.2022]

The United States of Americahad originally declared
that it was not bound by Chapter 1l (PCT Article
64(1)), but withdrew that reservation on July 1, 1987.

It has also declared that, as far as the United States
of America is concerned, international publication
is not required (PCT Article 64 (3)). Accordingly,
under PCT Article 64(3)(b), if the United States is
the only PCT Contracting State designated in an
international application, theinternational application
will not be published by the International Bureau
(IB) at 18 months. Even though the United States
Patent and Trademark Office has pre-grant
publication under 35 U.S.C. 122(b), the United States
has not removed its reservation under PCT Article
64(3) because not al United States patent
applicationsare published. See 35 U.S.C. 122(b)(2).
The application will, however, be published under
35U.S.C. 122(b) if it entersthe national stagein the
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United States. It will be published again if it is
allowed to issue as a United States patent. This
reservation is still in effect.

The U.S. Receiving Office continues to accept
applications only in English. See 35 U.S.C. 361(c).
PCT Rules 20.1(c), 26.3 ter(a) and 26.3 ter(c) permit
an international filing date to be accorded even
though portions of an international application are
in alanguage not acceptabl e to the Receiving Office.
PCT Rules 20.1(c), 26.3 ter(a) and 26.3 ter(c) are
not compatible with the national law applied by the
United States Patent and Trademark Office (USPTO)
as receiving Office. Thus, the USPTO has made a
notification of incompatibility with respect to these
rules pursuant to PCT Rules 20.1(d), 26.3 ter(b) and
26.3 ter(d). As a result, PCT Rules 20.1(c),
26.3 ter(a) and 26.3 ter(c) shal not apply to the
USPTO as receiving Office for as long as the
aforementioned incompatibility exists.

PCT Rules 49.5(c- bis) and 49.5(k) continue not to
be compatible with the national law applied by the
USPTO as a designated Office. See 35 U.S.C.
371(c)(2). As aresult, PCT Rules 49.5(c -bis) and
49.5(K) shall not apply to the USPTO as designated
Office for as long as the aforementioned
incompatibility exists.

For complete PCT reservations, declarations,
notifications and incompatibilities, please see the
International Bureau's notice published on theWIPO
website at: www.wipo.int/pct/en/texts/r eser vations
res incomp.html.

1804 [Reserved]

1805 WhereTo Filean International
Application [R-01.2024]

35 U.S.C. 361 Receiving Office.

(a) The Patent and Trademark Office shall act as a Receiving
Office for international applications filed by nationals or
residents of the United States. In accordance with any agreement
made between the United States and another country, the Patent
and Trademark Office may also act as a Recelving Office for
international applicationsfiled by residents or national s of such
country who are entitled to file international applications.

*kkkk
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See M PEP 8§ 1806 asto who canfile an international
application.

Only if at least one of the applicantsisaresident or
national of the United States of America may an
international application befiled in the United States
Receiving Office. See PCT Article 9(1) and (3), PCT
Rules 19.1 and 19.2, 35 U.S.C. 361(a) and 37 CFR
1.412(a) and 1.421. The concepts of residence and
nationality are defined in PCT Rule 18.1.

International applicationsmay befiled eectronically
through the USPTO patent electronic filing system.
International applications and related papers may
also be deposited with the United States Receiving
Office by addressing the papersto “Mail Stop PCT”
and hand-delivering them to the Office. See MPEP
§ 501, subsection Il for information regarding
hand-delivery of papers. The mailing address for
delivery by the U.S. Postal Service is: Mail Stop
PCT, Commissioner for Patents, PO. Box 1450,
Alexandria, Virginia22313-1450. It should be noted
that the Priority Mail Express® provisions of 37
CFR 1.10 apply to thefiling of all applications and
papersfiledinthe U.S. Patent and Trademark Office,
including PCT international applicationsand related
papersand fees. It should be further noted, however,
that PCT international applications and papers
relating to international applications are specifically
excluded from the Certificate of Mailing or
Transmission procedures under 37 CFR 1.8. See
MPEP_§ 1834, subsection Ill. If 37 CFR 1.8 is
improperly used, the date to be accorded the paper
will bethe date of actual receipt in the Office unless
the receipt date falls on a Saturday, Sunday, or
federal holiday in which casethe date of receipt will
be the next succeeding day which is not a Saturday,
Sunday, or federal holiday (37 CFR 1.6).

Irrespective of the Certification practice under
37 CFR 1.8(a), facsimile transmission (without the
benefit of the certificate under 37 CFR 1.8(a)) may
be used to submit certain papers in international
applications. However, facsimile transmission may
not be used for the filing of an international
application, the filing of color drawings under
37 CFR 1.437, or the filing of a copy of the
international application and the basic national fee
to enter the U.S. national stageunder 35 U.S.C. 371.
See 37 CFR 1.6(d)(3) and (4), 1.8(a)(2)(i)(D), and

1800-9

§ 1805

1.8(a)(2)(i)(F). The Demand for international
preliminary examination may be filed by facsmile
transmission. See MPEP § 1834.01.

The United States Receiving Office and PCT Help
Desk are available to offer guidance on PCT
requirements and procedures. See MPEP § 1730 for
information on contacting the staff and other
available means for obtaining information.

WARNING - athough the United States patent law
a 35 U.SC. 21(a) authorizes the Director to
prescribe by rule that any paper or fee required to
be filed in the Patent and Trademark Office will be
considered filed in the Office on the date on which
it was deposited with the United States Postal
Service, PCT Rule 20.1(a) providesfor marking the
“date of actual receipt ontherequest.” Although the
Priority Mail Express® provisions under 37 CFR
1.10 have not been contested to date regarding PCT
applications, applicants should be aware of apossible
different interpretation by foreign authorities.

PCT Rule 19.4 provides for transmittal of an
international application to the International Bureau
as Recelving Office in certain instances. For
example, when the international application isfiled
with the United States Receiving Office and the
language in which the international application is
filed is not accepted by the United States Receiving
Office, or if the applicant does not have therequisite
residence or nationality, the application may be
forwarded to the International Bureau for processing
in its capacity as a Receiving Office. See 37 CFR
1.412(c)(6). The Receiving Office of the
International Bureau will consider the international
application to be received as of the date accorded
by the United States Receiving Office. Thispractice
will avoid theloss of afiling date in those instances
where the United States Receiving Office is not
competent to act, but where the international
application indicates an applicant to be anational or
resident of a PCT Contracting state or is in a
language accepted under PCT Rule 12.1(a) by the
International Bureau as a Receiving Office. Where
questions arise regarding residence or nationality,
i.e., theU.S.isnot clearly competent, the application
will be forwarded to the International Bureau as
Receiving Office. Note, where no residence or
nationality is indicated, the U.S. is not competent,
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and the application will be forwarded to the
International Bureau as Receiving Office solong as
the necessary feeis paid. Thefeeisan amount equal
to the transmittal fee.

If all of the applicants are indicated to be residents
and nationals of non-PCT Contracting States, PCT
Rule 19.4 does not apply, and the application is
denied an internationa filing date.

Any applicant who isaresident or national of aPCT
Contracting State may also file their application
directly with the International Bureau as receiving
Office. An applicant may wish to consider filing
directly with the International Bureau as receiving
Officeinstead of the United States Receiving Office
in the situation where applicant is filing their
international application after the expiration of the
12 month priority period but within two months of
the expiration of the priority period, and where
applicant desires to request restoration of the right
of priority under the in spite of due care standard.
See MPEP § 1828.01. An applicant may also request
that an application be forwarded to the International
Bureau for processing in its capacity as receiving
Office in accordance with PCT Rule 19.4(a)(iii) in
situations where the international application was
filed with the United States Receiving Office after
the expiration of the 12 month priority period but
within two months of the expiration of the priority
period, and where applicant desires to request
restoration of the right of priority under the in spite
of due care standard. However, any transfer request
received after substantial processing of the
international application by the United States
Receiving Office has occurred may be declined.

Aninternational application filed with, or forwarded
to, the International Bureau must have a foreign
filing license unless: (1) the invention was not made
in the United States;, or (2) a U.S. nationa
application on the invention was filed at least six
months prior to the filing of the international
application, the U.S. national application is not
subject to asecrecy order under 37 CFR 5.2, and the
international  application does not contain
modifications, amendments, or supplements
changing the general nature of the invention in a
manner that would require any corresponding United
States application to be or have been available for
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inspection under 35 U.S.C. 181. See 37 CFR 5.11
and 5.15.

1806 Applicantsand Inventors[R-07.2015]

Any resident or national of a Contracting State may
file an international application. See PCT Article 9
and PCT Rule 18. The applicant can be an individual,
corporate entity or other concern. Where there are
two or more applicants, at |east one of them must be
anationa or aresident of a Contracting State.

The question of whether an applicant is a resident
or national of a Contracting State depends on the
national law of that State and is decided by the
receiving Office. Also, possession of a real and
effective industrial or commercial establishment in
a Contracting State may be considered residence in
that State, and a legal entity constituted according
to the national law of a Contracting State is
considered a national of that State.

Where the inventor is not the applicant, indications
concerning the inventor must neverthel ess be made
in the Request where the national law of at |east one
of the designated States requires that the name of
the inventor be furnished at the time of filing a
national application (PCT Rule4.1(a)(iv)). See PCT
Applicant’s Guide, International Phase, AnnexesB1
and B2, for those States and regional patent systems
which require such indications. Furthermore,
information concerning the inventor is required by
most countriesfor the national phase. In such acase,
the check-box “inventor only” should be marked,
the inventor's name and address indicated in Box
No. I11, and the inventor’s residence and nationality
omitted.

I. APPLICANT FOR PURPOSESOF THE UNITED
STATESIN INTERNATIONAL APPLICATIONS
HAVING AN INTERNATIONAL FILING DATE ON
ORAFTER SEPTEMBER 16, 2012

37 CFR 1.421 Applicant for international application.

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 363 on or after September 16, 2012]

(@) Only residents or nationals of the United States of
Americamay fileinternational applicationsin the United States
Receiving Office. If aninternational application doesnotinclude
an applicant who isindicated as being aresident or national of
the United States of America, and at least one applicant:
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(1) Hasindicated aresidence or nationality in aPCT
Contracting State, or

(2) Hasno residence or nationality indicated, applicant
will be so notified and, if the international application includes
afee amount equivalent to that required by § 1.445(a)(4), the
international application will beforwarded for processing to the
International Bureau acting as a Receiving Office (seealso §

1.412(c)(6)).

(b) Although the United States Receiving Office will accept
international applicationsfiled by any applicant whoisaresident
or national of the United States of America for international
processing, for the purposes of the designation of the United
States, an international application will be accepted by the Patent
and Trademark Officefor the national stage only if the applicant
istheinventor or other person asprovidedin § 1.422 or § 1.424.
Joint inventors must jointly apply for an international
application.

(c) A registered attorney or agent of the applicant may sign
the international application Request and file the international
application for the applicant. A separate power of attorney from
each applicant may be required.

(d) Any indication of different applicants for the purpose
of different Designated Offices must be shown on the Reguest
portion of the international application.

(e) Reguestsfor changesin the indications concerning the
applicant, agent, or common representative of an international
application shall be made in accordance with PCT Rule 92 bis
and may be required to be signed by all applicants.

(f) Requestsfor withdrawals of theinternational application,
designations, priority claims, the Demand, or elections shall be
made in accordance with PCT Rule 90 bis and must be signed
by all applicants. A separate power of attorney from the
applicants will be required for the purposes of any request for
awithdrawal in accordance with PCT Rule 90 bis which is not
signed by all applicants.

37 CFR 1.422 Legal representative as applicant in an
international application.

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 363 on or after September 16, 2012]

If an inventor is deceased or under legal incapacity, the legal
representative of the inventor may be an applicant in an
international application which designates the United States of
America.

II. APPLICANT FOR PURPOSESOFTHE UNITED
STATESIN INTERNATIONAL APPLICATIONS
HAVING AN INTERNATIONAL FILING DATE
BEFORE SEPTEMBER 16, 2012

37 CFR 1.421 (pre-Al A) Applicant for international
application.

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 363 before September 16, 2012]
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(@) Only residents or nationals of the United States of
Americamay fileinternational applicationsin the United States
Receiving Office. If aninternational application doesnotinclude
an applicant who isindicated as being aresident or national of
the United States of America, and at least one applicant:

(1) Hasindicated aresidence or nationality in aPCT
Contracting State, or

(2) Hasno residence or nationality indicated, applicant
will be so notified and, if the international application includes
afee amount equivalent to that required by § 1.445(a)(4), the
international application will beforwarded for processing to the
International Bureau acting as a Receiving Office (see also §

1.412(c)(6)).

(b) Although the United States Receiving Office will accept
international applications filed by any resident or national of
the United States of Americafor international processing, for
the purposes of the designation of the United States, an
international application must befiled, and will be accepted by
the Patent and Trademark Office for the national stage only if
filed, by the inventor or as provided in 88 1.422 or 1.423. Joint
inventors must jointly apply for an international application.

(c) For the purposes of designations other than the United
States, international applications may be filed by the assignee
or owner.

(d) A registered attorney or agent of the applicant may sign
theinternational application Request and file the international
application for the applicant. A separate power of attorney from
each applicant may be required.

(e) Any indication of different applicants for the purpose
of different Designated Offices must be shown on the Request
portion of the international application.

(f) Requestsfor changes in the indications concerning the
applicant, agent, or common representative of an international
application shall be made in accordance with PCT Rule 92 bis
and may be required to be signed by all applicants.

(g9) Reguestsfor withdrawals of the international
application, designations, priority claims, the Demand, or
elections shall be made in accordance with PCT Rule 90 bis
and must be signed by all applicants. A separate power of
attorney from the applicants will be required for the purposes
of any request for awithdrawal in accordance with PCT Rule
90 bis which isnot signed by all applicants. The submission of
a separate power of attorney may be excused upon the request
of another applicant where one or more inventors cannot be
found or reached after diligent effort. Such arequest must be
accompanied by a statement explaining to the satisfaction of
the Director the lack of the signature concerned.

37 CFR 1.422 (pre-Al A) When the inventor is dead.

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 363 before September 16, 2012]

In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased inventor may file
an international application which designates the United States
of America
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37 CFR 1.423 (pre-Al A) When theinventor isinsane or
legally incapacitated.

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 363 before September 16, 2012]

In case an inventor isinsane or otherwise legally incapacitated,
the legal representative (guardian, conservator, etc.) of such
inventor may file an international application which designates
the United States of America.

For international applications having international
filing dates before September 16, 2012, only
inventors (and legal representatives of deceased or
legally incapacitated inventors) can be applicants
for purposes of the designation of the United States.
Therefore, for the purpose of entering the national
stagein the United States of America, theinventor(s)
must be indicated in the PCT Request as “applicant
and inventor” for at least the United States.

A legal representative of a deceased inventor may
be indicated in the international application as an
applicant for the purposes of the United States. In
such acase, theindication in the Request (in Box ||
or |1, as appropriate) for the legal representative
should be made as follows. SMITH, Alfred, legal
representative of JONES, Bernard (deceased),
followed by indications of the address, nationality
and residence of the legal representative. The legal
representative should be indicated as an “applicant
only” except where the legal representative is also
an inventor, in which case the legal representative
should be indicated as an “applicant and inventor.”
The name of the deceased inventor should also
appear in a separate box (in Box Il1) with the
indication of “deceased” (e.g., “JONES, Bernard
(deceased))” and identified as an “inventor only”
and not as an applicant.

1807 Agent or Common Representative and
General Power of Attorney [R-01.2024]

37 CFR 1.455 Representation in international applications.

(a) Applicants of international applications may be
represented by attorneys or agents registered to practice before
the United States Patent and Trademark Office or by an applicant
appointed as acommon representative ( PCT Art. 49, Rules 4.8
and 90 and § 11.9). If applicants have not appointed an attorney
or agent or one of the applicants to represent them, and thereis
more than one applicant, the applicant first named in the request
and who is entitled to file in the U.S. Receiving Office shall be
considered to be the common representative of al the applicants.
An attorney or agent having theright to practice beforeanational
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office with which an international application isfiled and for
which the United Statesisan International Searching Authority
or International Preliminary Examining Authority may be
appointed to represent the applicants in the international
application before that authority. An attorney or agent may
appoint an associate attorney or agent who shall also then be of
record ( PCT Rule 90.1(d)). The appointment of an attorney or
agent, or of acommon representative, revokes any earlier
appointment unless otherwiseindicated ( PCT Rule 90.6(b) and
(c)).

(b) Appointment of an agent, attorney or common
representative (PCT Rule 4.8) must be effected either in the
Request form, signed by applicant, in the Demand form, signed
by applicant, or in aseparate power of attorney submitted either
to the United States Receiving Office or to the International
Bureau.

(c) Powers of attorney and revocations thereof should be
submitted to the United States Receiving Office until the
issuance of the international search report.

(d) The addressee for correspondence will be as indicated
in section 108 of the Administrative Instructions.

PCT Rule 90
Agents and Common Representatives

*kkkk

90.4 Manner of Appointment of Agent or Common
Representative

(@) The appointment of an agent shall be effected by the
applicant signing the request, the demand or a separate power
of attorney. Where there are two or more applicants, the
appointment of acommon agent or common representative shall
be effected by each applicant signing, at his choice, the request,
the demand or a separate power of attorney.

(b) Subject to Rule 90.5, aseparate power of attorney shall
be submitted to either the receiving Office or the International
Bureau, provided that, where a power of attorney appoints an
agent under Rule 90.1(b), (b- bis), (c), or (d)(ii), it shall be
submitted to the International Searching Authority, the Authority
specified for supplementary search or the International
Preliminary Examining Authority, as the case may be.

(c) If the separate power of attorney is not signed, or if the
required separate power of attorney ismissing, or if the
indication of the name or address of the appointed person does
not comply with Rule 4.4, the power of attorney shall be
considered nonexistent unless the defect is corrected.

(d) Subject to paragraph (€), any receiving Office, any
International Searching Authority, any Authority competent to
carry out supplementary searches, any International Preliminary
Examining Authority and the International Bureau may waive
the requirement under paragraph (b) that a separate power of
attorney be submitted to it, in which case paragraph (c) shall
not apply.

(e) Wherethe agent or the common representative submits
any notice of withdrawal referredtoin Rules90 bis.1to 90 bis.4,
the requirement under paragraph (b) for a separate power of
attorney shall not be waived under paragraph (d).

*kkk*k
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Where an appointment of an agent or common
representative is effected by a separate power of
attorney, that power of attorney must be submitted
to either the receiving Office or the International
Bureau. However, a power of attorney appointing
an agent or subagent to represent the applicant
specifically before the International Searching
Authority or theInternational Preliminary Examining
Authority must be submitted directly to that
Authority. See PCT Rule 90.4(b).

The Customer Number Practice set forth in MPEP
8 403 may not be used in the international phase to
appoint an agent or designate a correspondence
address. A power of attorney making use of the
Customer Number Practicein theinternational phase
to indicate the name or address of an appointed
person will be considered nonexistent unless the
defect is corrected. See PCT Rule 90.4(c). A
Customer Number may be used in the international
phase solely for purposes of viewing the international
application in the USPTO patent electronic filing
system. See MPEP § 1809.

. “GENERAL” POWER OF ATTORNEY

PCT Rule 90
Agents and Common Representatives

*hkkk*k

90.5 General Power of Attorney

(a) Appointment of an agent in relation to a particular
international application may be effected by referring in the
reguest, the demand or a separate notice to an existing separate
power of attorney appointing that agent to represent the applicant
in relation to any international application which may befiled
by that applicant (i.e., a“general power of attorney”), provided
that:

(i) the general power of attorney has been deposited in
accordance with paragraph (b), and

(if) acopy of it is attached to the request, the demand
or the separate notice, as the case may be; that copy need not
be signed.

(b) The genera power of attorney shall be deposited with
the receiving Office, provided that, where it appoints an agent
under Rule 90.1(b), () or (d)(ii), it shall be deposited with the
International Searching Authority, the Authority specified for
supplementary search or the Internationa Preliminary Examining
Authority, as the case may be.

(c) Any receiving Office, any International Searching
Authority, any Authority competent to carry out supplementary
searchesand any International Preliminary Examining Authority
may waive the requirement under paragraph (g)(ii) that a copy

1800-13

§1807

of the general power of attorney is attached to the request, the
demand or the separate notice, as the case may be.

(d) Notwithstanding paragraph (c), where the agent submits
any notice of withdrawal referred toin Rules 90 bis.1 to 90 bis.4
to the receiving Office, the Authority specified for
supplementary search, the International Preliminary Examining
Authority or the International Bureau, as the case may be, a
copy of the general power of attorney shall be submitted to that
Office, Authority or Bureau.

*kkkk

“Genera” powers of attorney are recognized for the
purpose of filing and prosecuting an international
application before the international authorities. See
PCT Rule 90.5.

Any general power of attorney must be filed with
the receiving Office if the appointment was for the
purposes of theinternational phase generally, or with
the International Searching Authority or International
Preliminary Examining Authority if the appointment
was specifically to represent the applicant before
that Authority. The appointment will then be
effective in relation to any particular application
filed by that applicant provided that the general
power of attorney is referred to in the request, the
Demand or a separate notice, and that a copy of the
general power of attorney isattached to that request,
Demand or separate notice. That copy of the signed
original need not, itself, be separately signed.

Il. WAIVER OF REQUIREMENT FOR A POWER
OF ATTORNEY

Pursuant to PCT Rules 90.4(d) and 90.5(c), which
are applicable to international applications having
an international filing date on or after January 1,
2004, the receiving Office, International Bureau,
International Searching Authority and International
Preliminary Examining Authority may waive the
requirement for a separate power of attorney or copy
of the general power of attorney in all cases except
with respect to notice of withdrawals under PCT
Rule 90 his (i.e., notices withdrawing international
applications, designations, priority claims, demands
or elections). The USPTO, when acting in its
capacity as a receiving Office, International
Searching Authority, or International Preliminary
Examining Authority, will in most cases waive the
requirement for a separate power of attorney and
copy of the general power of attorney. However, a
separate power of attorney or copy of the general
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power of attorney may still be required in certain
cases, e.g., where an agent’s authority to act on
behalf of the applicant is in doubt or where waiver
could result in harm to an applicant asin the case of
the removal of an applicant.

Model power of attorney and general power of
attorney forms are available online from WIPO's
website (www.wipo.int/pct/en/index.html).

1808 Changein or Revocation of the
Appointment of an Agent or a Common
Representative [R-07.2015]

PCT Rule 90
Agents and Common Representatives

*kkk*k
90.6 Revocation and Renunciation

(a) Any appointment of an agent or common representative
may be revoked by the persons who made the appointment or
by their successorsin title, in which case any appointment of a
sub-agent under Rule 90.1(d) by that agent shall also be
considered as revoked. Any appointment of a sub-agent under
Rule 90.1(d) may also be revoked by the applicant concerned.

(b) The appointment of an agent under Rule 90.1(a) shall,
unless otherwise indicated, have the effect of revoking any
earlier appointment of an agent made under that Rule.

(c) The appointment of a common representative shall,
unless otherwise indicated, have the effect of revoking any
earlier appointment of a common representative.

(d) Anagent or acommon representative may renounce
his appointment by a notification signed by him.

(e) Rule 90.4(b) and (c) shall apply, mutatis mutandis, to
a document containing a revocation or renunciation under this
Rule.

37 CFR 1.455 Representation in international applications.

(8) Applicantsof international applications may be
represented by attorneys or agents registered to practice before
the United States Patent and Trademark Office or by an applicant
appointed as acommon representative (PCT Art. 49, Rules 4.8
and 90 and § 11.9). If applicants have not appointed an attorney
or agent or one of the applicants to represent them, and thereis
more than one applicant, the applicant first named in the request
and who isentitled to file in the U.S. Receiving Office shall be
considered to be the common representative of &l the applicants.
An attorney or agent having theright to practice beforeanational
office with which an international application isfiled and for
which the United Statesis an International Searching Authority
or International Preliminary Examining Authority may be
appointed to represent the applicants in the international
application before that authority. An attorney or agent may
appoint an associ ate attorney or agent who shall also then be of
record (PCT Rule 90.1(d)). The appointment of an attorney or
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agent, or of acommon representative, revokes any earlier
appointment unless otherwise indicated (PCT Rule 90.6(b) and
(c)).

(b) Appointment of an agent, attorney or common
representative (PCT Rule 4.8) must be effected either in the
Request form, signed by applicant, in the Demand form, signed
by applicant, or in aseparate power of attorney submitted either
to the United States Receiving Office or to the International
Bureau.

(c) Powers of attorney and revocations thereof should be
submitted to the United States Receiving Office until the
issuance of the international search report.

(d) The addressee for correspondence will be as indicated
in section 108 of the Administrative Instructions.

The appointment of an agent or a common
representative can be revoked. The document
containing the revocation must be signed by the
persons who made the appointment or by their
successors in title. The appointment of a sub-agent
may also be revoked by the applicant concerned. If
the appointment of an agent is revoked, any
appointment of a sub-agent by that agent is also
considered revoked. Also, as an agent may not be
appointed by Customer Number Practice in the
international phase (see MPEP § 1807), an
appointment of an agent may not be revoked by
reference to a Customer Number.

The appointment of an agent for the international
phasein general automatically hasthe effect, unless
otherwise indicated, of revoking any earlier
appointment of an agent. The appointment of a
common representative similarly has the effect,
unless otherwise indicated, of revoking any earlier
appointment of a common representative.

Renunciation of an appointment may be made by
means of a notification signed by the agent or
common representative. The applicant is informed
of the renunciation by the International Bureau.

The rules for signing and submission of a power of
attorney set forth in PCT Rule 90.4(b) and (c) also
apply to a revocation or renunciation of an
appointment. See PCT Rule 90.6(€).

U.S. attorneys or agents wishing to withdraw from
representation in international applications may
request to do so. To expedite the handling of requests
for permission to withdraw as attorney, the request
should be submitted to the International Bureau or
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to thereceiving Office at Mail Stop PCT and should
indicate the present mailing addresses of the attorney
who iswithdrawing and of the applicant. The Office
will not accept address changesto anew practitioner
or law firm absent the filing of a power of attorney
to the new representative. Because the United States
Patent and Trademark Office (USPTO) does not
recognize law firms, each attorney of record must
sign the notice of withdrawal, or the notice of
withdrawal must contain a clear indication of one
attorney signing on behalf of another.

Inaccordancewith 37 CFR 11.116, the USPTO will
usually require the practitioner(s) to certify that he,
she or they have: (1) given reasonable notice to the
client, prior to the expiration of thereply period, that
the practitioner(s) intends to withdraw from
employment; and (2) delivered to the client or aduly
authorized representative of the client all papersand
property (including funds) to which the client is
entitled. Furthermore, as 37 CFR 11.116 permits
withdrawal from representation before the Office
for reasons set forthin 37 CFR 11.116(a) and (b), if
the reasonsfor withdrawal do not conform to one of
the mandatory or permissive reasons set forth in 37
CFR 11.116, the Office will not approve the request.

The Office will not approve requests from
practitioners to withdraw from applications where
the requesting practitioner was not appointed in a
power of attorney but is acting, or has acted, in a
representative capacity pursuant to 37 CFR 1.34. In
these situations, the practitioner is responsible for
the correspondence the practitioner files in the
application while acting in arepresentative capacity.
As such, there is no need for the practitioner to
obtain the permission of the Officeto withdraw from
representation.

Practitioners should note that the International
Bureau will not record a change in the agent if the
requested changeisreceived by it after the expiration
of 30 months from the priority date. See PCT Rule
92 bis . Where a request to withdraw from
representation is filed with the USPTO after the
expiration of this time period, the request may not
be treated on the merits.

For withdrawal of attorney or agent in the national
stage, see MPEP § 402.06.
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1809 Accesstothe USPTO patent electronic
filing system [R-01.2024]

Status information relating to patent applicationsis
availablethrough the USPTO patent el ectronic filing
system, which has a public view and a private view.
The public view providesaccessto all issued patents
and published patent applications. Private view
alows registered Patent Center users to access
information for applications associated with the user
that has not been made public, in addition to what
is also available through the public view. To have
access to the private view, the applicant must be a
registered user in Patent Center. Further information
can be found at www.uspto.gov/NewPatentFilers.

To associate a new international application that is
being filed via the USPTO patent electronic filing
system with an existing customer number, enter the
customer number in the appropriate field whenfilling
in the application data. The customer number will
alow accessto the application in the USPTO patent
eectronic filing system but may not be used to
establish or change the correspondence address.

To associate a previoudly filed international
application to acustomer number, arequest must be
made. Applicant must provide the customer number,
international application number, registration number
and signature of applicant or attorney of record.
Form PTO-2248 may be obtained from the USPTO
website (www.uspto.gov/patents-getting-star ted/
inter national-pr otection/patent-cooper ation-treaty/
pct-chapter-i-forms). The form can be mailed or
transmitted by facsimile to Mail Stop EBC,
Commissioner for Patents, PO. Box 1450,
Alexandria, VA 22313-1450. The fax number is
571-273-0177.

The ability to view the status of the international
application on the USPTO patent electronic filing
system does not allow an applicant to change the
correspondence address or appoint or change an
agent with the customer number. See MPEP § 1807.
Such achange must be made under PCT Rule 92 bis
through the submission of a written reguest to the
U.S. receiving Office or the International Bureau.
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1810 Filing Date Requirements[R-07.2022]

PCT Article 11
Filing Date and Effects of the I nternational Application

(1) Thereceiving Office shall accord as the international
filing date the date of receipt of the international application,
provided that that Office has found that, at the time of receipt:

(i) the applicant does not obviously lack, for reasons
of residence or nationality, the right to file an international
application with the receiving Office,

(ii) theinternational application isin the prescribed
language,

(iii) theinternational application contains at least the
following elements:

(8) anindication that it isintended as an
international application,

(b) the designation of at least one Contracting
State,

(c) the name of the applicant, as prescribed,

(d) apart which on the face of it appearsto bea
description

(e) apart which on the face of it appearsto bea
claim or claims.

*kkkk

35 U.S.C. 363 International application designating the
United States: Effect.

[Editor Note: Applicable to any patent application subject to
the first inventor to file provisions of the America Invents Act
(AIA). See 35 U.S.C. 100 (note).]

Aninternational application designating the United States shall
have the effect, from its internationa filing date under article
11 of the treaty, of a national application for patent regularly
filed in the Patent and Trademark Office.

35 U.S.C. 363 (pre-AlA) International application
designating the United States: Effect.

[Editor Note: Applicable to applications not subject to the first
inventor tofile provisions of the Al A (see 35 U.S.C. 100 (note)).
See 35 U.S.C. 363 immediately above for the law otherwise
applicable]

Aninternational application designating the United States shall
have the effect, from its internationa filing date under article
11 of the treaty, of a national application for patent regularly
filed in the Patent and Trademark Office except as otherwise
provided in section 102(e).

37 CFR 1.431 International application requirements.

[Editor Note: See pre-AlA 37 CFR 1.431 in Appendix R for
para. (b)(3)(iii) applicableto applicationsfiled before September
16, 2012]
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(@) Aninternational application shall contain, as specified
in the Treaty and the Regulations, a Request, a description, one
or more claims, an abstract, and one or more drawings (where
required). ( PCT Art. 3(2) and Section 207 of theAdministrative
Instructions.)

(b) Aninternational filing date will be accorded by the
United States Receiving Office, at the time of receipt of the
international application, provided that:

(1) At least one applicant (§ 1.421) isaUnited States
resident or national and the papersfiled at the time of receipt
of the international application so indicate (35 U.S.C. 361(a),
PCT Art. 11(1)(i)).

(2) Theinternational application isin the English
language (35 U.S.C. 361(c), PCT Art. 11(1)(ii)).

(3) Theinternational application contains at |east the
following elements (PCT Art. 11(1)(iii)):
(i) Anindication that it isintended as an
international application (PCT Rule 4.2);

(ii) The designation of at least one Contracting
State of the International Patent Cooperation Union (8§ 1.432);

(iif) Thenname of the applicant, as prescribed (note
88 1.421, 1.422, and 1.424);

(iv) A part which on the face of it appearsto bea
description; and

(v) A part which on the face of it appearsto be a
clam.

(c) Payment of theinternational filing fee (PCT Rule 15.2)
and the transmittal and search fees (8 1.445) may be madein
full at the time the international application papers required by
paragraph (b) of this section are deposited or within one month
thereafter. The internationa filing, transmittal, and search fee
payableistheinternational filing, transmittal, and search feein
effect on the receipt date of the international application. If the
international filing, transmittal and search fees are not paid
within one month from the date of receipt of the international
application and prior to the sending of a notice of deficiency,
which imposes alate payment fee (8 1.445(a)(6)), the applicant
will be notified and given a one month non-extendable time
limit within which to pay the deficient fees plusthe late payment
fee.

(d) If the payment needed to cover the transmittal fee, the
international filing fee, the search fee, and the late payment fee
pursuant to paragraph (c) of this section is not timely madein
accordance with PCT Rule 16 bis.1(g), the Receiving Office
will declaretheinternational application withdrawn under PCT

Article 14(3)(a).
THE “INTERNATIONAL FILING DATE”

Aninternational filing date isaccorded to the earliest
date on which the requirements under PCT Article
11(1) were satisfied. If the requirements under PCT
Article 11(1) are not satisfied as of the date of initial
receipt of the international application papers, the
receiving Office will invite applicant to correct the
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deficiency within a set time limit. See PCT Atrticle
11(2) and PCT Rule 20.3. In such case, the
international filing date will be the date on which a
timely filed correction is received by the receiving
Office. If the defect under PCT Article 11(1) isthat
the purported international application fails to
contain a portion which on its face appears to be a
description or claims, and if the application, on its
initial receipt date, contained a priority claim and a
proper incorporation by reference statement, the
initial receipt date may be retained as the
international filing date if the submitted correction
was completely contained in the earlier application.
See PCT Rules 4.18 and 20.6. If the defect under
PCT Article 11(1) is not timely corrected, the
receiving Office will promptly notify the applicant
that the application is not and will not be treated as
an international application. See PCT Rule 20.4.
Where all the sheets pertaining to the same
international application are not received on the same
day by the receiving Office, in most instances, the
date of receipt of the application will be amended
to reflect the date on which the last missing sheets
were received. As an amended date of receipt may
cause the priority claim to be forfeited, applicants
should assure that all sheets of the application are
deposited with the receiving Office on the same day.
If the application, onitsinitial receipt date, contained
a priority claim and a proper incorporation by
reference statement, the initial receipt date may be
retained as the international filing date if the
submitted correction was completely contained in
the earlier application. Again see PCT Rules 4.18
and 20.6.

Anall too common occurrenceisthat applicantswill
filean international applicationinthe U.S. Receiving
Office and no applicant has a U.S. residence or
nationality. Applicants are cautioned to be sure that
at least one applicant isaresident or national of the
U.S. before filing in the U.S. Receiving Office.
Where no applicant indicated on the request papers
is a resident or national of the United States, the
USPTO is not a competent receiving Office for the
international application under PCT Rule 19.1(a).
Nonetheless, the date the international application
was filed in the USPTO will not be lost as afiling
date for the international application if at least one
applicant is a resident or national of any PCT
Contracting State. Under PCT Rule 19.4, the USPTO

1800-17
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will receive the application on behalf of the
International Bureau as receiving Office (PCT Rule
19.4(a)) and, upon payment of a fee equa to the
transmittal fee, the USPTO will promptly transmit
the international application to the International
Bureau under PCT Rule 19.4(b). However, if all of
the applicants are indicated to be both residents and
nationals of non-PCT Contracting States, PCT Rule
19.4 does not apply, and the application is denied
an international filing date.

The USPTO is dso not competent to receive
international applicationsthat are not in the English
language and, upon payment of a fee equal to the
transmittal fee, the USPTO will forward such
applications to the International Bureau under PCT
Rule 19.4 provided they are in alanguage accepted
by the International Bureau as receiving Office.

A discussion of PCT Rule 19.4 is also included in
MPEP § 1805.

1811 [Reserved]

1812 Elements of the International
Application [R-07.2022]

PCT Article3
The International Application
(1) Applicationsfor the protection of inventionsin any of

the Contracting States may befiled asinternational applications
under this Treaty.

(2) Aninternational application shall contain, as specified
in this Treaty and the Regulations, arequest, a description, one
or more claims, one or more drawings (where required), and an
abstract.

(3) The abstract merely serves the purpose of technical
information and cannot be taken into account for any other
purpose, particularly not for the purpose of interpreting the scope
of the protection sought.

(4) Theinternational application shall:
(i) bein aprescribed language;
(ii) comply with the prescribed physical requirements;

(iii) comply with the prescribed requirement of unity
of invention;

(iv) be subject to the payment of the prescribed fees.

Any international application must contain the
following elements: request, description, claim or
claims, abstract and one or more drawings (where
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drawings are necessary for the understanding of the
invention (PCT Article 3(2) and PCT Article 7(2)).
The elements of the international application are to
be arranged in the following order: the request, the
description (other than any sequence listing part
thereof), the claims, the abstract, the drawings, and
the sequence listing part of the description (where
applicable) (Administrative Instructions Section
207(a)). All the sheets contained in the international
application must be numbered in consecutive Arabic
numerals by using the following separate series of
numbers. a first series applying to the request; a
second seriesto the description, claims and abstract;
a third series to the drawings (where applicable);
and a further series to the sequence listing part of
the description (where applicable) (PCT Rule 11.7
and Administrative Instructions Section 207(b)).
Only one copy of the international application need
be filed in the United States Receiving Office ( 37
CFR 1.433(a)). The request is made on a
standardized form (Form PCT/RO/101), copies of
which can be obtained from the USPTO or online
from WIPO's website (www.wipo.int/pct/
en/forms/). The “Request” form can aso be
presented as a computer printout prepared using
WIPO's ePCT system. See MPEP § 1821.

1813 - 1816 [Reserved]
1817 PCT Member States[R-07.2015]

An updated list of PCT Contracting States is
available from WIPO’s website
(www.wipo.int/pct/guide/en/gdvol 1/annexes/
annexa/ax_a.pdf or  www.wipo.int/pct/en/
pct_contracting_states.html). An updated list of
PCT Contracting States for which aregiona patent
can be obtained via the PCT is available from the
WIPO's website (www.wipo.int/pct/en/texts/

reg_des.html).

1818 [Reserved]

1819 Earlier Search [R-08.2012]

PCT Rule4
The Request (Contents)

*hkkk*k

Rev. 01.2024, November 2024

MANUAL OF PATENT EXAMINING PROCEDURE

4.12 Taking into Account Results of Earlier Search

If the applicant wishes the International Searching
Authority to take into account, in carrying out the international
search, the results of an earlier international, international -type
or national search carried out by the same or another
International Searching Authority or by a national Office
(“earlier search”):

(i) therequest shall so indicate and shall specify the
Authority or Office concerned and the application in respect of
which the earlier search was carried out;

(ii) therequest may, where applicable, contain a
statement to the effect that the international application isthe
same, or substantially the same, asthe application in respect of
which the earlier search was carried out, or that theinternational
application isthe same, or substantially the same, asthat earlier
application except that it isfiled in a different language.

*kkk*k

PCT Rule 12 bis

Copy of Results of Earlier Search and of Earlier Application;
Trandation

12 bis.1 Copy of Results of Earlier Search and of Earlier
Application; Translation

(@) Where the applicant has, under Rule 4.12, requested
the International Searching Authority to take into account the
results of an earlier search carried out by the same or another
International Searching Authority or by a national Office, the
applicant shall, subject to paragraphs (c) to (f), submit to the
receiving Office, together with the international application, a
copy of the results of the earlier search, in whatever form (for
example, in the form of a search report, alisting of cited prior
art or an examination report) they are presented by the Authority
or Office concerned.

(b) The International Searching Authority may, subject to
paragraphs () to (f), invite the applicant to furnish to it, within
atime limit which shall be reasonable under the circumstances:

(i) acopy of the earlier application concerned;

(i) wheretheearlier applicationisin alanguage which
is not accepted by the International Searching Authority, a
transglation of the earlier application into alanguage which is
accepted by that Authority;

(iii) where the results of the earlier search arein a
language which is not accepted by the International Searching
Authority, atrandation of those results into alanguage which
is accepted by that Authority;

(iv) acopy of any document cited in the results of the
earlier search.

(c) Where the earlier search was carried out by the same
Office as that which is acting as the receiving Office, the
applicant may, instead of submitting the copiesreferred toin
paragraphs (a) and (b)(i) and (iv), indicate the wish that the
receiving Office prepare and transmit them to the International
Searching Authority. Such request shall be made in the request
and may be subjected by the receiving Office to the payment to
it, for its own benefit, of afee.

(d) Wherethe earlier search was carried out by the same
International Searching Authority, or by the same Office asthat
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which is acting as the International Searching Authority, no
copy or trandation referred to in paragraphs (a) and (b) shall be
required to be submitted under those paragraphs.

(e) Where the request contains a statement under Rule
4.12(ii) to the effect that the international application isthe
same, or substantially the same, as the application in respect of
which the earlier search was carried out, or that the international
application isthe same, or substantially the same, asthat earlier
application except that it isfiled in adifferent language, no copy
or translation referred to in paragraphs (b)(i) and (ii) shall be
required to be submitted under those paragraphs.

(f) Where acopy or trandation referred to in paragraphs
(a) and (b) is available to the International Searching Authority
in aform and manner acceptabletoit, for example, from adigital
library or in theform of the priority document, and the applicant
so indicates in the request, no copy or trandlation shall be
required to be submitted under those paragraphs.

Where the applicant wishes the International
Searching Authority (ISA) to take into account, in
carrying out the international search, the results of
one or more earlier international, internati onal -type,
or national searches carried out by the same or
another ISA or by a national Office, the
application(s) must be identified in the request.
Applicants should identify the application(s) in Box
No. VIl of therequest by thefiling date, application
number, and the country or regional Office.

The United States Patent and Trademark Office
performs an international-type search on al U.S.
national applicationsfiled on and after June 1, 1978.
No specific request by the applicant is required and
no number identifying the international -type search
is assigned by the Office. See 37 CFR 1.104(a)(3).

1820 Signature of Applicant [R-08.2017]

PCT Article 14
Certain Defectsin the | nternational Application

@

(@) Thereceiving Office shall check whether the
international application contains any of the following defects,
that isto say

(i) itisnot signed as provided in the Regulations;
*kkkkk
PCT Rule4
The Request (Contents)

*hkkk*k

4.15 Signature

The request shall be signed by the applicant or, if thereismore
than one applicant, by all of them.

1800-19
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PCT Rule 26

Checking by, and Correcting Before, the Receiving Office of
Certain Elements of the I nternational Application

*kkkk

26.2 bis Checking of Requirements Under Article 14(1)(a)(i)
and (ii)

(a) For the purposes of Article 14(1)(a)(i), if thereis more
than one applicant, it shall be sufficient that the request be signed
by one of them.

(b) For the purposes of Article 14(1)(a)(ii), if thereismore
than one applicant, it shall be sufficient that the indications
required under Rule 4.5(a)(ii) and (iii) be provided in respect
of one of them who isentitled according to Rule 19.1 tofilethe
international application with the receiving Office.

*kkkk

SIGNATURE OF APPLICANT OR AGENT

Pursuant to PCT Rule 4.15, the internationa
application must be signed in Box No. X of the
request by the applicant, or, where there are two or
more applicants, by al of them. However, under
PCT Rule 26.2 his, it is sufficient for purposes of
PCT Article 14(1)(a)(i) that the application issigned
by only one of the applicants. The United States
Receiving Office will not issue an invitation to
applicants to furnish missing signatures where the
request is signed by at least one of the applicants.
Notwithstanding PCT Rule 26.2 bis, any
designated/elected office, in accordance with its
national law, can still require confirmation of the
international application by the signature of any
applicant for such designated state who has not
signed the request. PCT Rule 51 bis.1(a)(vi).
Pursuant to 37 CFR 1.4(d), the request filed may be
either an original, or a copy thereof.

The international application may be signed by an
agent. Pursuant to 37 CFR 1.34, apatent practitioner
acting in arepresentative capacity must set forth his
or her registration number on submitted papers.

The requirement for the submission of a separate
power of attorney may be waived by the receiving
Office. The United States Receiving Office will, in
most cases, waive the requirement for a separate
power of attorney. See MPEP § 1807.

The United States Receiving Office will accept
signatures meeting the requirements of either 37
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CFR 1.4(d)(1) with respect to handwritten signatures
or 37 CFR 1.4(d)(2) with respect to S-signatures.
For handwritten signatures, the name of each person
signing the international application should be
indicated (preferably typewritten) next to the
signature. For S-signatures, the signer’s name must
be presented in printed or typed form preferably
immediately below or adjacent the S-signature, and
must be reasonably specific enough so that the
identity of the signer can be readily recognized. See
MPEP § 502.02, subsection II. Pursuant to 37 CFR
1.4(d)(2)(ii), a patent practitioner using an
S-signature must supply his or her registration
number either as part of the S-signature, or
immediately below or adjacent to the S-signature.

Where a person signs on behalf of alegal entity (an
organization such as a corporation, university,
nonprofit organization, or governmental agency),
his or her name and the capacity in which he or she
signs should be indicated. Proof of the person’s
authority to sign on behalf of the legal entity will be
required if that person does not possess apparent
authority to sign on behalf of the legal entity and
that person has not submitted a statement that he or
sheisauthorized to sign on behalf of thelegal entity
(discussed below). An  officer (President,
Vice-President, Secretary, Treasurer, Chief
Executive Officer, Chief Operating Officer or Chief
Financial Officer) of an organization is presumed to
have authority to sign on behalf of that organization.
The signature of the chairman of the board is also
acceptable, but not the signature of an individual
director. Variations of these titles (such as
vice-president for sales, executive vice-president,
assistant treasurer, vice-chairman of the board of
directors) are acceptable. In general, aperson having
a title (manager, director, administrator, general
counsel) that does not clearly set forth that person
as an officer of the organization is not presumed to
be an officer or to have the authority to sign on
behalf of the organization. However, an exception
is made with respect to foreign juristic applicants.
This is because in foreign countries, a person who
holds thetitle “Manager” or “Director” is normally
an officer or the equivalent thereof; therefore, those
terms are generally acceptable as indicating proper
persons to sign applications for foreign applicants.
However, titles such as “Manager of Patents,”
suggesting narrowly limited duties, are not
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acceptable. An attorney does not generally have
apparent authority to sign on behaf of an
organization.

Proof that aperson hasthe authority to sign on behal f
of alegal entity may take the form of a copy of a
resolution of the board of directors, a provision of
the bylaws, or acopy of a paper properly delegating
authority to that person to sign the international
application on behalf of the legal entity.

It isacceptableto have a person sign theinternational
application on behalf of alegal entity if that person
submitsastatement that the person hasthe authority
to signthe international application on behalf of the
legal entity. This statement should be on a separate
paper and must not appear on the Request (or
Demand) form itself. The statement must include a
clause such as “The undersigned (whose title is
supplied below) is empowered to sign the Request
on behalf of the applicant.”

The international application can be filed without
applicant’s signature on the request. The lack of any
required signature on the reguest is a correctable
defect under PCT Article 14(1)(a)(i) and (b), and
can be remedied by filing a copy of the request (or,
where the request has been signed by an agent, of a
power of attorney) duly signed by the applicant
within the time limit fixed by the receiving Office
for the correction of this defect.

1821 The Request [R-01.2024]

A general overview of certain aspects of the request
follows.

37 CFR 1.434 Thereguest.

(a) Therequest shall be made on astandardized form (PCT
Rules 3 and 4). Copies of printed Request forms are available
from the United States Patent and Trademark Office. Letters
requesting printed forms should be marked “Mail Stop PCT.”

(b) The Check List portion of the Request form should
indicate each document accompanying the international
application on filing.

(c) All information, for example, addresses, names of States
and dates, shall be indicated in the Request as required by PCT
Rule 4 and Administrative Instructions 110 and 201.

(d) For the purposes of the designation of the United States
of America, an international application shall include:

(1) The name of the inventor; and;
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(2) A referenceto any prior-filed national application
or international application designating the United States of
America, if the benefit of the filing date for the prior-filed
application isto be claimed.

(e) Aninternational application may also includein the
Request a declaration of the inventors as provided for in PCT

Rule 4.17(iv).

The Request must either be made on a standardized
form PCT/RO/101 to be filled in with the required
indications or be presented as a computer printout
complying with the PCT Administrative I nstructions.
The Request form PCT/RO/101 may be downloaded
for free from WIPO’'s website
(www.wipo.int/pct/en/formg/). Applicants may also
obtain an English language Reguest form free of
charge from the United States Patent and Trademark
Office using the following address: Mail Stop PCT,
Commissioner for Patents, PO. Box 1450,
Alexandria, Virginia 22313-1450.

As an aternative to using the standardized Request
form PCT/RO/101, applicants may use WIPO's
ePCT system to generate a computer printout of the
Request complying with the PCT Administrative
Instructions. ePCT incorporates and expands the
functionality of WIPO's prior PCT-SAFE software.
As of July 1, 2022, WIPO no longer develops,
distributes, or supports PCT-SAFE. ePCT is a
web-based application that does not require
installation and subsequent periodic updates of any
software on the user's computer. The ePCT system
validates user-entered data and creates a zip file
containing the Request and fee calculation sheet in
PDF format. Submission of the ePCT zip file with
aninternational application filed electronically (i.e.,
via the USPTO patent electronic filing system)
entittes the applicant to a reduction of the
international filing fee. For information on ePCT,
see https://pct.wipo.int/ePCT.

For inventions madein the United States, applicants
should be mindful of certain foreign filing
restrictions and the potential need to obtain aforeign
filing license when using WIPQO'sePCT system. See
MPEP § 1832 and Facilitating the Use of theWbrld
Intellectual Property Organization's ePCT System
To Prepare International Applications for Filing
Wth the United Sates Receiving Office, 85 Fed.
Reg. 61604 (Sept. 30, 2020).
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The Request contains a petition for theinternational
application to be processed according to the PCT
and must aso contain certain indications. It must
contain thetitle of theinvention. It must identify the
applicant and the agent (if any), and must contain
the designation of at least one Contracting State.

The Reguest may not contain any matter that is not
specifiedin PCT Rules4.1t04.17 or permitted under
PCT Rule4.18(a) by theAdministrative I nstructions.
Any additional material will be deleted ex officio.
See PCT Rule 4.18(b) and Administrative
Instructions Section 303.

I. DATES

Each date appearing in the international application
or in any correspondence must be indicated by the
Arabic number of the day, the name of the month
and the Arabic number of the year, in that order. In
the request, after, below or above that indication,
the date should be repeated in parentheses with a
two-digit Arabic numera each for the number of the
day and for the number of the month and followed
by the number of theyear in four digits, in that order
and separated by periods, slashes or hyphens after
the digit pairs of the day and of the month, for
example, "20 March 2020 (20.03.2020)," "20 March
2020 (20/03/2020)," or "20 March 2020
(20-03-2020)." See Administrative Instructions
Section 110.

1. SUPPLEMENTAL BOX

This box is used for any material which cannot be
placed in one of the previous boxes because of space
limitations. The supplemental information placedin
this box should be clearly entitled with the Box
number from which it is continued, eg.,
“Continuation of Box No. IV.” For indicating the
international application as a continuation or
continuation-in-part of an earlier application, see
MPEP § 1828.02.

I11. FILE REFERENCE

The applicant or the applicant’s agent may indicate
afilereferencein the box provided for this purpose
on thefirst sheet of the Request form, on each page
of the other elements of the international application,
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on the first sheet of the demand form, and in any
other correspondence relating to the international
application. PCT Rule 11.6(f) indicates that the file
reference may be included in the top margin of the
sheets of the international application. As provided
in Administrative Instructions Section 109, the file
reference may be composed either of letters of the
Latin alphabet or Arabic numerals, or both. It may
not exceed 25 charactersincluding spaces. If thefile
reference exceeds 25 characters, the receiving Office
may ex officio truncate the reference number to 25
characters and notify the applicant. The receiving
Office, the International Bureau, the International
Searching Authority and the International
Preliminary Examining Authority (International
Authorities) will use the file reference in
correspondence with the applicant.

IV. TITLE OF INVENTION

The Request must contain the title of the invention;
the title must be short (preferably 2 to 7 words) and
precise (PCT Rule4.3). Thetitlein Box No. | of the
Reguest is considered to be the title of the
application. The title appearing on the first page of
the description (PCT _Rule 5.1(a)) and on the page
containing the abstract should be consistent with the
title indicated in Box No. | of the Request form.

A title should not be changed by the examiner merely
because it contains words which are not considered
descriptive of the invention. Words, for example,
such as “improved” or “improvement of” are
acceptable. If the title is otherwise not descriptive
of the invention, a change to amore descriptivetitle
should be made and the applicant informed thereof
in the search report.

Wherethetitleis missing or isinconsistent with the
title in the description, the receiving Office invites
the applicant to correct the missing or inconsistent
title.

V. APPLICANT

See MPEP_§ 1806 regarding who can be an
applicant.
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VI. NAMES

The name of a natural person must be indicated by
the family name followed by the given name(s).
Academic degreesor titles or other indicationswhich
are not part of the person’s name must be omitted.
The family name should preferably be written in
capital letters.

The name of alegal entity must be indicated by its
full official designation (preferably in capital |etters).

VIlI. ADDRESSES

Addresses must be indicated in such a way as to
satisfy the requirements for prompt postal delivery
at the address indicated and must consist of all the
relevant administrative units up to and including the
house number (if any). The addressmust a soinclude
the country.

VIII. DESIGNATION OF STATES

PCT Rule 4
The Request (Contents)

*kkk*k

4.9 Designation of States; Kinds of Protection; National and
Regional Patents

(@) Thefiling of arequest shall constitute:

(i) the designation of all Contracting States that are
bound by the Treaty on the international filing date;

(i) anindication that the international application is,
in respect of each designated State to which Article 43 or 44
applies, for the grant of every kind of protection which is
available by way of the designation of that State:

(iii) anindication that the international application is,
in respect of each designated State to which Article 45(1)
applies, for the grant of aregional patent and also, unless PCT
Article 45(2) applies, a national patent.

(b) Notwithstanding paragraph (a)(i), if, on October 5,
2005, the national law of a Contracting State provides that the
filing of an international application which contains the
designation of that State and claims the priority of an earlier
national application having effect in that State shall have the
result that the earlier national application ceases to have effect
with the same consequences as the withdrawal of the earlier
national application, any request in which the priority of an
earlier national application filed in that State is claimed may
contain an indication that the designation of that Stateis not
made, provided that the designated Office notifies the
International Bureau by January 5, 2006, that this paragraph
shall apply in respect of designations of that State and that the
notification is still in force on the international filing date. The
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information received shall be promptly published by the
International Bureau in the Gazette.

37 CFR 1.432 Designation of Statesby filing an international
application.

Thefiling of aninternational application request shall congtitute:

(a) Thedesignation of al Contracting Statesthat are bound
by the Treaty on the international filing date;

(b) Anindication that the international application is, in
respect of each designated State to which PCT Article 43 or 44
applies, for the grant of every kind of protection which is
available by way of the designation of that State; and

(c) Anindication that the international applicationis, in
respect of each designated State to which PCT Article 45(1)
applies, for the grant of aregional patent and also, unless PCT

Article 45(2) applies, anational patent.

The filing of an international application request
constitutes: (A) the designation of all Contracting
States that are bound by the Treaty on the
international filing date; (B) an indication that the
international application is, in respect of each
designated State to which PCT Article 43 or 44
applies, for the grant of every kind of protection
which is available by way of the designation of that
State; and (C) an indication that the international
application s, in respect of each designated State to
which PCT Article 45(1) applies, for the grant of a
regional patent and also, unless PCT Article 45(2)
applies, a national patent. See 37 CFR 1.432 and
PCT Rule4.9.

Pursuant to PCT Rule 4.9(b), certain States may be
excepted from the all-inclusive designation system
under limited circumstances. Specifically, wherethe
international application containsapriority claimto
an earlier national application having effect in aState
whose national law provides that the designation of
such State has the result that the earlier national
application ceases to have effect in such State, then
the request may contain an indication that such State
is not designated. Applicability of PCT Rule 4.9(b)
is contingent upon timely notice by the affected
Officeto theInternational Bureau. The Request may
exclude the following designations: Germany (DE),
Japan (JP), and Republic of Korea (KR). See
Reservations, Declarations, Notifications and
Incompatibilities at www.wipo.int/pct/en/texts/
reservations/res incomp.html.
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1822 [Reserved]

1823 The Description [R-01.2024]

PCT Article5
The Description

The description shall disclose the invention in a manner
sufficiently clear and complete for the invention to be carried
out by a person skilled in the art.

PCT Rule5
The Description.
5.1 Manner of the Description

(a) Thedescription shall first state thetitle of the invention
as appearing in the request and shall:

(i) specify the technical field to which the invention
relates,

(ii) indicate the background art which, asfar asknown
to the applicant, can be regarded as useful for the understanding,
searching and examination of the invention, and, preferably,
cite the documents reflecting such art;

(iii) disclosetheinvention, as claimed, in such terms
that the technical problem (even if not expressly stated as such)
and its solution can be understood, and state the advantageous
effects, if any, of theinvention with reference to the background
art;

(iv) briefly describethefiguresinthedrawings, if any;

(v) setforth at least the best mode contemplated by the
applicant for carrying out the invention claimed; this shall be
doneintermsof examples, where appropriate, and with reference
tothedrawings, if any; wherethe national law of the designated
State does not require the description of the best mode but is
sati sfied with the description of any mode (whether it isthe best
contemplated or not), failure to describe the best mode
contemplated shall have no effect in that State;

(vi) indicate explicitly, when it is not obvious from the
description or nature of the invention, the way in which the
invention is capable of exploitation in industry and the way in
which it can be made and used, or, if it can only be used, the
way inwhich it can be used; the term “industry” isto be
understood in its broadest sense as in the Paris Convention for
the Protection of Industrial Property.

(b) The manner and order specified in paragraph (a) shall
be followed except when, because of the nature of theinvention,
adifferent manner or a different order would result in a better
understanding and a more economic presentation.

(c) Subject to the provisions of paragraph (b), each of the
parts referred to in paragraph (a) shall preferably be preceded
by an appropriate heading as suggested in the Administrative
Instructions.

*kkkk
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PCT Administrative I nstructions Section 204
Headings of the Parts of the Description

(@) The headings of the parts of the description should be
asfollows:

(i) for matter referred to in Rule 5.1(a)(i), “ Technical
Field”;

(ii) for matter referred to in Rule 5.1(a)(ii),
“Background Art”;

(iii) for matter referred to in Rule 5.1(a)(iii),
“Disclosure of Invention” or “Summary of Invention”;

(iv) for matter referred to in Rule 5.1(a)(iv), “Brief
Description of Drawings’;

(v) for matter referred toin Rule 5.1(a)(v), “ Best Mode
for Carrying out the Invention,” or, where appropriate, “ Mode(s)
for Carrying out the Invention™ or “ Description of Embodi ments;

(vi) for matter referredtoin Rule 5.1(a)(vi), “ Industrial
Applicability”;

(vii) [Deleted]
(viii) [Deleted]

(b) The heading “Title of Invention” shall preferably
precede the title of the invention.

*kkkk

PCT Administrative | nstructions Section 209

Indications asto Deposited Biological Material on a Separate
Sheet

(a) To the extent that any indication with respect to
deposited biological material isnot contained in the description,
it may be given on a separate sheet. Where any such indication
isso given, it shall preferably be on Form PCT/RO/134 and, if
furnished at the time of filing, the said Form shall, subject to
paragraph (b), preferably be attached to the request and referred
to in the check list referred to in Rule 3.3(a)(ii).

(b) For the purposes of designated Offices, which have so
notified the International Bureau under Rule 13 bis.7(a),
paragraph (a) appliesonly if the said Form or sheet isincluded
as one of the sheets of the description of the international
application at the time of filing.

37 CFR 1.435 The description.

(8) The application must meet the requirements as to the
content and form of the description set forth in PCT Rules5, 9,
10, and 11 and sections 204 and 208 of the Administrative
Instructions.

(b) Ininternational applications designating the United
States the description must contain upon filing an indication of
the best mode contemplated by the inventor for carrying out the
claimed invention.

The description must disclose the invention in a
manner sufficiently clear and complete for it to be
carried out by aperson skilled inthe art. It must start
with the title of the invention as appearing in Box
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No. | of the request. PCT Rule 5 contains detailed
requirements as to the manner and order of the
description, which, generally, should bein six parts.
Those parts should have the following headings:
“Technical Field,” “Background Art,” “Disclosure
of Invention,” “Brief Description of Drawings,’
“Best Mode for Carrying Out the Invention” or,
where appropriate, “Mode(s) for Carrying Out the
Invention,” and “Industrial Applicability,” where
applicable.

For international applications having an international
filing date before July 1, 2022, headings for
“Sequence Listing” and “Sequence Listing Free
Text” should aso be used where applicable. See
Section 204 of the Administrative Instructions (in
effect before July 1, 2022), which may be found at:
WWW.Wipo.int/wipolex/en/text/584509.

For international applications having an international
filing date on or after July 1, 2022, the description
may include a sequence listing. Where applicable,
the sequencelisting should beincluded as a separate
part of the description complying with the standard
provided for in the PCT Administrative Instructions.

For more information on filing nucleotide and/or
amino acid sequence listings, see MPEP § 1823.02.
For information on reference to deposited biological
material, see MPEP § 1823.01.

The details required for the disclosure of the
invention so that it can be carried out by a person
skilled in the art depend on the practice of the
national Offices. It is therefore recommended that
due account be taken of national practice in the
United States of America when the description is
drafted. The need to amend the description during
the national phase may thus be avoided.

Thisapplieslikewiseto the need to indicate the“ best
mode for carrying out the invention.” If at least one
of the designated Offices requires the indication of
the best mode (for instance, the United States Patent
and Trademark Office), that best mode must be
indicated in the description.

A description drafted with dueregard towhat issaid
in these provisions will be accepted by al the
designated Offices. It might require more care than
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the drafting of a national patent application, but
certainly much less effort than the drafting of
multiple applications, which is necessary where the
PCT routeisnot used for filing in several countries.

1823.01 Referenceto Deposited Biological
Material [R-07.2015]

PCT Rule 13 bis
I nventions Relating to Biological Material
13 bis.1 Definition

For the purposes of thisRule, “reference to deposited biological
material” means particulars given in an international application
with respect to the deposit of a biological material with a
depositary institution or to the biological material so deposited.

13 his.2 References (General)

Any referenceto deposited biological material shall be madein
accordance with this Rule and, if so made, shall be considered
as satisfying the requirements of the national law of each
designated State.

13 his.3 References: Contents; Failureto I nclude Reference
or Indication

(a) A referenceto deposited biological material shall
indicate:

(i) the name and the address of the depositary
institution with which the deposit was made;

(ii) the date of deposit of the biological material with
that institution;

(iii) the accession number given to the deposit by that
institution; and

(iv) any additional matter of which the International
Bureau has been notified pursuant to Rule 13 bis.7(a)(i),
provided that the requirement to indicate that matter was
published in the Gazette in accordance with Rule 13 bis.7(c)
at least two months before the filing of the international
application.

(b) Failuretoincludeareferenceto deposited biological
material or failure to include, in areference to deposited
biological material, an indication in accordance with paragraph
(a), shall have no consequence in any designated State whose
national law does not require such reference or such indication
in anational application.

13 bis4 References: Time Limit for Furnishing I ndications

(a) Subject to paragraphs (b) and (c), if any of the
indications referred to in Rule 13 bis.3(a) isnot included in a
reference to deposited biological material in the international
application asfiled but isfurnished to the I nternational Bureau:

(i) within 16 months from the priority date, the
indication shall be considered by any designated Office to have
been furnished in time;
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(ii) after the expiration of 16 months from the priority
date, theindication shall be considered by any designated Office
to have been furnished on the last day of that time limit if it
reaches the International Bureau before the technical
preparationsfor international publication have been completed.

(b) If the national law applicable by adesignated Office so
requires in respect of national applications, that Office may
requirethat any of theindicationsreferred toin Rule 13 bis.3(a)
be furnished earlier than 16 months from the priority date,
provided that the International Bureau has been notified of such
requirement pursuant to Rule 13 bis.7(a)(ii) and has published
such requirement in the Gazette in accordance with Rule
13 bis.7(c) at least two months before the filing of the
international application.

(c) Where the applicant makes arequest for early
publication under Article 21(2)(b), any designated Office may
consider any indication not furnished before the technical
preparations for international publication have been completed
as not having been furnished in time.

(d) The International Bureau shall notify the applicant of
the date on which it received any indication furnished under
paragraph (a), and:

(i) if theindication was received before the technical
preparationsfor international publication have been completed,
publish the indication furnished under paragraph (a), and an
indication of the date of receipt, together with the international
application;

(it) if the indication was received after the technical
preparationsfor international publication have been completed,
notify that date and the relevant data from the indication to the
designated Offices.

13 bis5 Referencesand Indicationsfor the Purposesof One
or More Designated States; Different Deposits for Different
Designated States; Depositswith Depositary | nstitutions Other
than Those Notified

(a) A reference to deposited biological material shall be
considered to be madefor the purposes of al designated States,
unlessit is expressly made for the purposes of certain of the
designated States only; the same applies to the indications
included in the reference.

(b) Referencesto different deposits of the biological
material may be made for different designated States.

(c) Any designated Office may disregard a deposit made
with adepositary institution other than one notified by it under

Rule 13 bis.7(b).

13 bis.6 Furnishing of Samples

Pursuant to Articles 23 and 40, no furnishing of samples of the
deposited biological material to which a reference is made in
an international application shall, except with the authorization
of the applicant, take place before the expiration of the applicable
time limits after which national processing may start under the
said Articles. However, where the applicant performs the acts
referred to in Articles 22 or 39 after international publication
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but before the expiration of the said time limits, the furnishing
of samples of the deposited biological material may take place,
once the said acts have been performed. Notwithstanding the
previous provision, the furnishing of samples of the deposited
biological material may take place under the nationa law
applicable by any designated Office as soon as, under that law,
the international publication has the effects of the compul sory
national publication of an unexamined national application.

13 his.7 National Requirements. Notification and Publication

(8 Any nationa Office may notify the International Bureau
of any requirement of the national law:

(i) that any matter specified in the notification, in
addition to those referred to in Rule 13 bis.3(a)(i), (ii) and (iii),
isrequired to beincluded in areference to deposited biological
material in anational application;

(i) that one or more of the indications referred to in
Rule 13 bis.3(a) are required to be included in a national
application asfiled or are required to be furnished at atime
specified in the notification which is earlier than 16 months
from the priority date.

(b) Each national Office shall notify the International
Bureau of the depositary institutions with which the national
law permits deposits of biological materials to be made for the
purposes of patent procedure before that Office or, if the national
law does not provide for or permit such deposits, of that fact.

(c) TheInternational Bureau shall promptly publishin the
Gazette requirements notified to it under paragraph (a) and
information notified to it under paragraph (b).

PCT Administrative | nstructions Section 209

Indicationsasto Deposited Biological Material on a Separate
Sheet

(a) To the extent that any indication with respect to
deposited biological material isnot contained in the description,
it may be given on a separate sheet. Where any such indication
isso given, it shal preferably be on Form PCT/RO/134 and, if
furnished at the time of filing, the said Form shall, subject to
paragraph (b), preferably be attached to the request and referred
to in the check list referred to in Rule 3.3(a)(ii).

(b) For the purposes of designated Offices, which have so
notified the International Bureau under Rule 13 bis.7(a),
paragraph (a) applies only if the said Form or sheet isincluded
as one of the sheets of the description of the international
application at the time of filing.

REFERENCESTO DEPOSITED BIOLOGICAL
MATERIAL IN THE CASE OF
MICROBIOLOGICAL INVENTIONS

The PCT doesnot requiretheinclusion of areference
to a biological material and/or to its deposit with a
depositary institution in an international application;
it merely prescribes the contents of any “reference
to deposited biological material” (defined as
“particulars given... with respect to the deposit of
biological material... or to the biological material so

Rev. 01.2024, November 2024

MANUAL OF PATENT EXAMINING PROCEDURE

deposited”) which is included in an international
application, and when such a reference must be
furnished. It follows that the applicant may see a
need to make such a reference only when it is
required for the purpose of disclosing the invention
claimed in the international applicationin amanner
sufficient for the invention to be carried out by a
person skilled in the art that is, when the law of at
least one of the designated States provides for the
making, for this purpose, of a reference to a
deposited biological material if the invention
involves the use of a biological material that is not
availableto the public. Any reference to a deposited
biological material furnished separately from the
description will beincluded in the publication of the
international application.

A reference to adeposited biological material made
in accordance with the requirements of the PCT must
be regarded by each of the designated Offices as
satisfying the requirements of the national law
applicablein that Office with regard to the contents
of such references and the time for furnishing them.

A reference may be made for the purposes of al
designated States or for one or only some of the
designated States. A reference is considered to be
made for the purpose of al designated States unless
it is expressly made for certain designated States
only. References to different deposits may be made
for the purposes of different designated States.

There are two kinds of indication which may have
to be given with regard to the deposit of the
biological material, namely:

(A) indications specified in the PCT Regulations
themselves; and

(B) additional indications by the national (or
regional) Office of (or acting for) a State designated
intheinternational application and which have been
published inthe PCT Gazette; these additional
indications may relate not only to the deposit of the
biological material but also to the biological material
itself.

Theindicationsin the first category are:

(1) the name and the address of the depositary
institution with which the deposit was made;
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(2) the date of the deposit with that institution; and

(3) the accession number given to the deposit by that
ingtitution.

U.S. requirements include the name and address of
the depository institution at the time of filing, the
date of the deposit or a statement that the deposit
was made on or before the priority date of the
international application and, to the extent possible,
a taxonomic description of the biological material.
See Annex L of the PCT Applicant’s Guide.

The national laws of some of the national (or
regional) Offices require that, besides indications
concerning the deposit of a biological material, an
indication be given concerning the biological
material itself, such as, for example, a short
description of its characteristics, at least to the extent
that this information is available to the applicant.
These requirements must be met in the case of
international applicationsfor which any such Office
isadesignated Office, provided that the requirements
have been published in the PCT Gazette. Annex L
of the PCT Applicant’s Guide indicates, for each of
the national (or regional) Offices, the requirements
(if any) of this kind which have been published.

If any indication is not included in areference to a
deposited biological material contained in the
international application asfiled, it may be furnished
to the International Bureau within 16 months after
the priority date unlessthe International Bureau has
been notified (and, at least 2 months prior to the
filing of the international application, it has
published inthe PCT Gagzette) that the national law
requires the indication to be furnished earlier.
However, if the applicant makes a request for early
publication, all indications should be furnished by
the time the request is made, since any designated
Office may regard any indication not furnished when
the request is made as not having been furnished in
time.

No check is made in the international phase to
determine whether a reference has been furnished
within the prescribed time limit. However, the
International Bureau notifiesthe designated Offices
of the date(s) on which indications, not included in
theinternational application asfiled, werefurnished
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to it. Those dates are also mentioned in the
publication of the international application. Failure
to include a reference to a deposited biological
material (or any indication required in such a
reference) in the international application as filed,
or failureto furnish it (or the indication) within the
prescribed time limit, has no consequence if the
national law does not require the reference (or
indication) to be furnished in anationa application.
Where there is a consequence, it is the same as that
which applies under the national law.

To the extent that indications relating to the deposit
of a biological materia are not given in the
description, because they are furnished later, they
may be given in the “optional sheet” provided for
that purpose. If the sheet is submitted when the
international application is filed, a reference to it
should be made in the check list contained on the
last sheet of the Request form. Should certain States
be designated, e.g., Israel, Japan, Korea, Mexico, or
Turkey , such a sheet must, if used, be included as
one of the sheets of the description at the time of
filing; otherwise the indications given in it will not
betaken into account by the respective patent offices
of those designated States in the national phase.
Requirements of the various Offices are set forth in
Annex L of the PCT Applicant’s Guide, available
online at www.wipo.int/pct/en/appguide. If the
sheet is furnished to the International Bureau later,
it must be enclosed with aletter.

Each national (or regional) Office whose national
law provides for deposits of biological material for
the purposes of patent procedure notifies the
International Bureau of the depositary ingtitutions
with which the national law permits such deposits
to be made. Information on the institutions notified
by each of those Offices is published by the
International Bureau in the PCT Gazette.

A reference to adeposit cannot be disregarded by a
designated Office for reasons pertaining to the
ingtitution with which the biological material was
deposited if the deposit referred to is one made with
adepositary institution notified by that Office. Thus,
by consulting the PCT Gazette or Annex L of the
PCT Applicant’s Guide, the applicant can be sure
that he has deposited the biological material with an
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institution which will be accepted by the designated
Office.

International Searching Authoritiesand International
Preliminary Examining Authorities are not expected
to request access to deposited biological material.
However, in order to retain the possibility of access
to a deposited biological material referred to in an
international application which isbeing searched or
examined by such an Authority, the PCT provides
that the Authorities may, if they fulfill certain
conditions, ask for samples. Thus, an Authority may
only ask for samples if it has notified the
International Bureau (in a general notification) that
it may require samples and the International Bureau
has published the notification in the PCT Gazette.
The only Authority which has made such a
notification (and thus the only Authority which may
request samples) is the Japan Patent Office. If a
sample is asked for, the request is directed to the
applicant, who then becomesresponsiblefor making
the necessary arrangements for the sample to be
provided.

Thefurnishing of samplesof adeposit of abiological
material to third personsis governed by the national
laws applicablein the designated Offices. PCT Rule
13 bis.6(b), however, provides for the delaying of
any furnishing of samples under the national law
applicable in each of the designated (or elected)
Offices until the start of the national phase, subject
totheending of this“delaying effect” brought about
by the occurrence of either of the following two
events:

(A) the applicant has, after international
publication of the international application, taken
the steps necessary to enter the national phase before
the designated Office.

(B) international publication of the international
application has been effected, and that publication
has the same effects, under the national law
applicable in the designated Office, asthe
compulsory national publication of an unexamined
national application (in other words, the international
application hasqualified for the grant of “ provisiona
protection”).
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1823.02 Filing Nucleotideand/or AminoAcid
Sequence Listingsin International
Applications [R-01.2024]

[Editor Note: The PCT Rules and Administrative
Instructions reproduced in this section are applicable
to international applications, including national phase
applications, having an international filing date on
or after July 1, 2022. For international applications
having an internationa filing date before July 1,
2022, the applicable rules may be found at:
WWW.Wipo.int/expor t/sites'wwwi/pct/en/docs/texts/
pct-regs2020.pdf and the applicable instructions
may b e found at
WWW.Wipo.int/wipolex/en/text/584509.]

PCT Rule5
The Description

*kkkkk
5.2 Nucleotide and/or Amino Acid Sequence Disclosure

(@) Wheretheinternational application contains disclosure
of nucleotide and/or amino acid sequences that, pursuant to the
Administrative Instructions, are required to be included in a
sequence listing, the description shall include asequencelisting
part of the description complying with the standard provided
for in the Administrative Instructions.

(b) Language-dependent freetext included in the sequence
listing part of the description shall not be required to beincluded
in the main body of the description.

PCT Rule 13 ter
Nucleotide and/or Amino Acid Sequence Listings

13 ter.1 Procedure beforethe International Searching
Authority

(8) Wheretheinternational application contains disclosure
of nucleotide and/or amino acid sequences that, pursuant to the
Administrative Instructions, are required to be included in a
sequence listing, the International Searching Authority may
invite the applicant to furnish to it, for the purposes of the
international search, a sequence listing complying with the
standard provided for in the Administrative Instructions, unless
such listing is already availableto it in aform, language and
manner acceptableto it, and to pay to it, where applicable, the
late furnishing fee referred to paragraph (c), within atime limit
fixed in the invitation:

(b) [Deleted]

(c) The furnishing of a sequence listing in response to an
invitation under paragraph (a) may be subjected by the
International Searching Authority to the payment to it, for its
own benefit, of alate furnishing fee whose amount shall be
determined by the International Searching Authority but shall
not exceed 25% of theinternational filing feereferredtoinitem
1 of the Schedule of Fees, not taking into account any fee for
each sheet of theinternational application in excess of 30 sheets.
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(d) If the applicant does not, within the time limit fixed in
theinvitation under paragraph (a), furnish the required sequence
listing and pay any required late furnishing fee, the International
Searching Authority shall only be required to search the
international application to the extent that a meaningful search
can be carried out without the sequence listing.

(e) Any sequence listing not contained in the international
application asfiled, whether furnished in response to an
invitation under paragraph (@) or otherwise, shall not form part
of the international application, but this paragraph shall not
prevent the applicant from amending the description in relation

to a sequence listing pursuant to Article 34(2)(b).

13 ter.2 Procedure before the International Preliminary
Examining Authority

Rule 13 ter.1 shall apply mutatis mutandis to the procedure
before the International Preliminary Examining Authority.

13ter.3 Sequence Listing for Designated Office

No designated Office shall require the applicant to furnish to it
asequence listing other than a sequence listing complying with
the standard provided for in the Administrative Instructions.

PCT Administrative I nstructions Section 208
Sequence Listings

Any sequence listing, whether forming part of theinternational
application or not forming part of the international application,
shall comply with Annex C. Sequences and references to
sequences included in the main part of the description, clams
and drawings shall also comply with Annex C.

|. REQUIREMENTS FOR SEQUENCE LISTINGS
UNDER WORLD INTELLECTUAL PROPERTY
OFFICE STANDARD ST.26 (WI1PO STANDARD
ST.26)

[Editor Note: This subsection is applicable to all
international applications, including national phase
applications, having an international filing date on
or after July 1, 2022, that disclose one or more
nucleotide and/or amino acid sequences as defined
in WIPO Standard ST.26.]

Patent applications that disclose a nucl eotide and/or
amino acid sequence(s) by enumeration of its
residues, as defined in WIPO Standard ST.26, must
present each sequence and associated sequence data
in a standardized electronic eXtensible Markup
Language (XML) format as a separate part of the
specification. This standardized format is set forth
in WIPO Standard ST.26 and applies to sequence
listings in international applications filed under the
Patent Cooperation Treaty (PCT) and in national
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and regional applications filed in the intellectual
property offices (IPOs) of WIPO member states. As
aresult, asingle sequencelisting in compliance with
WIPO Standard ST.26 can be prepared for usein all
IPOs of WIPO member states.

Where an international application, filed under the
PCT, contains a disclosure of nucleotide and/or
amino acid sequences that are required to be listed
within asequencelisting, PCT Rule 5.2 requiresthat
the description shall include a sequence listing part
of the description complying with the standard
provided for in the Administrative Instructions. In
accordance with Section 208 of the Administrative
Instructions, any sequence listing, whether forming
part of the international application or not forming
part of the international application, shall comply
with Annex C of the Administrative Instructions.
Where applicant has not provided a sequencelisting
in accordance with Annex C of the Administrative
Instructions and the USPTO acts as International
Searching Authority (ISA) or Internationa
Preliminary Examining Authority (IPEA), the
I SA/IPEA may invite applicant to furnish asequence
listing, with a late furnishing fee, under PCT Rule
13 ter . Thisinvitation will specify atime limit for
a proper response. A proper response to such an
invitation would include, the submission of a
sequence listing in accordance with Annex C of the
Administrative Instructions, the late furnishing fee
specified in 37 CFR 1.445(a)(5), and a statement to
the effect that the sequence listing does not go
beyond the disclosure of theinternational application
asfiled. If a sequence listing compliant with WIPO
Standard ST.26 has not been furnished to the
ISA/IPEA within the time limit set forth in the
invitation, the ISA/IPEA will only search/examine
the international application to the extent that a
meaningful search or examination can be performed
without the sequence listing. See PCT Rule
13 ter.1(d). Where the application discloses
sequences that are required to be within a sequence
listing, it is advisable for the applicant to submit a
sequence listing compliant with WIPO Standard
ST.26 together with the international application on
the international filing date rather than to wait for
an invitation by the International Searching
Authority or International Preliminary Examining
Authority.
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For a detailed discussion of the World Intellectual
Property Organization (WIPQ) Standard ST.26, see
MPEP 88§ 2412 - 2419, in particular MPEP_§

MANUAL OF PATENT EXAMINING PROCEDURE

A single ASCII text file will serve both as the
sequence listing part of the description under PCT
Rule 5.2 and the electronic form under PCT Rule

2414.05.

For ease of access, WIPO Standard ST.26 can be
found at: WWW.Wipo.int/standar ds/en/
part 03 standards.html.

II. REQUIREMENTSFOR SEQUENCE LISTINGS
UNDER WORLD INTELLECTUAL PROPERTY
OFFICE STANDARD ST.25 (WIPO ST.25)

[Editor Note: This subsection is only applicable to
international applications, including national phase
applications, having an international filing date
before July 1, 2022, that disclose one or more
nucleotide and/or amino acid sequences as defined
in WIPO Standard ST.25.]

Where an international application discloses one or
more nucleotide and/or amino acid sequences, the
description must contain a sequence listing
complying with the standard specified in the
Administrative Instructions. A copy of the
Administrative Instructions in force before July 1,
2022 can be found at:
WWW.Wipo.int/wipolex/en/text/584509. The
standard is set forth in detail in Annex C - Standard
for the Presentation of Nucleotide and Amino Acid
Sequence Listings in Internationa  Patent
Applications Under the PCT. The standard allows
the applicant to draw up a single sequence listing
which is acceptable to al receiving Offices,
International Searching and Preliminary Examining
Authorities for the purposes of the international
phase, and to all designated and elected Offices for
the purposes of the national phase.

Under PCT Rule 5.2(a), the sequence listing must
aways be presented as a separate part of the
description. When filing an international application
(PCT) using the USPTO patent electronic filing
system, the sequence listing part of the description
may be submitted either as a single ASCII text file
with a ".txt" extension (e.g., "seglist.txt") or as a
PDF file. Note that 100 megabytes is the size limit
for submitting a sequence listing text file via the
USPTO patent electronic filing system.
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13 ter.1(a) in the absence of a PDF sequencelisting
file. The check list of the PCT Request
(PCT/RO/101) provided via the USPTO patent
eectronic filing system together with the
international application (PCT) must indicate that
the sequence listing forms part of the international
application. Furthermore, the statement as set forth
in paragraph 4(v) of the Al Annex C (Administrative
Instructions under the PCT, Annex C), that "the
information recorded in electronic form furnished
under PCT Rule 13 ter isidentical to the sequence
listing as contained in the international application,"
is not required.

Submission of the sequence listing part of the
description in a PDF file is not recommended
because the applicant would aso be required to
supply a copy of the sequence listing in an ASCII
text file to the appropriate authority for purposes of
international search and/or international preliminary
examination in accordance with paragraph 40 of Al
Annex C. When a sequence listing is filed via the
USPTO patent electronicfiling systeminanew PCT
international application in both a PDF file and an
ASCII text file, but the Request form Box No. I1X
does not indicate which one forms part of the
international application, the PDF copy of the
sequence listing will be considered to form part of
the application and the ASCII text file will be
considered an accompanying item for search
purposes under PCT Rule 13 ter.1(a) only.

In cases where a sequence listing does not meet the
necessary requirements, such as it has been
submitted in PDF format or .txt file does not comply
with Annex C, the International Searching Authority
and the International Preliminary Examining
Authority may invitethe applicant to furnish, within
afixed timelimit, aseguencelisting complying with
the required standard. The invitation may aso, in
accordance with PCT Rule 13 ter.1(c), request the
payment of a late furnishing fee. Where such an
invitation has been issued, the sequence listing and
late fee must be submitted to the International
Searching Authority or the International Preliminary
Examining Authority. It isadvisablefor the applicant
to submit alisting of the sequencein electronic form
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(text), if such alisting is required by the competent
International Searching Authority or International
Preliminary Examining Authority, together with the
international application rather than to wait for an
invitation by the International Searching Authority
or International Preliminary Examining Authority.

The electronic form (text) is not mandatory in
international applications to be searched by the
United States International Searching Authority or
examined by the United States International
Preliminary Examining Authority. However, if an
electronic form (text) of a sequence listing is not
provided, asearch or examination will be performed
only to the extent possible in the absence of the
electronic form (text). The U.S. sequence rules (37
CFR 1.821 - 1.825) and the PCT sequence
requirements are substantively consistent. In this
regard, full compliance with the requirements of the
U.S. ruleswill generally ensure compliance with the
applicable PCT requirements. However, the
requirementsof 37 CFR 1.821 through 37 CFR 1.825
are less stringent than the requirements of WIPO
Standard ST.25. See MPEP § 2422, subsection |1,
MPEP _§ 2422.03(a), subsection IV, and MPEP §
2422.07 for information specific to filing sequence
listingsin international applications.

For adetailed discussion of the U.S. sequencerules,
see MPEP 8§ 2420 - 2429.

The calculation of the international filing fee for an
international application (PCT), including asequence
listing, filed viathe USPTO patent electronic filing
system is determined based on the type of sequence
listing file. A sequencelisting filed in an ASCI|I text
file will not be included in the sheet count of the
international application (PCT). A sequence listing
filedin aPDF filewill beincluded in the sheet count
of the international application (PCT). Therefore,
the sheet count for an international application (PCT)
filed viathe USPTO patent electronic filing system
containing both a PDF file and a text file sequence
listing will be calculated to include the number of
sheets of the PDF sequence listing.
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1824 The Claims[R-07.2015]

PCT Article6
The Claims

Theclaim or claims shall define the matter for which protection
issought. Claims shall be clear and concise. They shall befully
supported by the description.

PCT Rule 6
The Claims
6.1 Number and Numbering of Claims

(@) The number of the claims shall be reasonablein
consideration of the nature of the invention claimed.

(b) If there are several claims, they shall be numbered
consecutively in Arabic numerals.

(c) Themethod of numbering in the case of the amendment
of claims shall be governed by the Administrative Instructions.

6.2 Referencesto Other Partsof thel nternational Application

(@) Claimsshall not, except where absolutely necessary,
rely, in respect of the technical features of the invention, on
references to the description or drawings. In particular, they
shall not rely on such references as. “as described in part ... of
the description,” or “asillustrated in figure ... of the drawings.”

(b) Wherethe international application contains drawings,
the technical features mentioned in the claims shall preferably
be followed by the reference signs relating to such features.
When used, the reference signs shall preferably be placed
between parentheses. If inclusion of reference signs does not
particularly facilitate quicker understanding of aclaim, it should
not be made. Reference signs may be removed by a designated
Office for the purposes of publication by such Office.

6.3 Manner of Claiming

(@) The definition of the matter for which protection is
sought shall beintermsof thetechnical features of theinvention.

(b) Whenever appropriate, claims shall contain:

(i) astatement indicating those technical features of
the invention which are necessary for the definition of the
claimed subject matter but which, in combination, are part of
the prior art,

(i) acharacterizing portion - preceded by the words
“characterized in that,” “characterized by,” “wherein the
improvement comprises,” or any other words to the same effect
- stating concisely the technical features which, in combination
with the features stated under (i), it is desired to protect.

(c) Wherethe national law of the designated State does not
require the manner of claiming provided for in paragraph (b),
failure to use that manner of claiming shall have no effect in
that State provided the manner of claiming actually used satisfies
the national law of that State.
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6.4 Dependent Claims

(8 Any claim which includes all the features of one or
more other claims(claim in dependent form, hereinafter referred
to as “dependent claim”) shall do so by areference, if possible
at the beginning, to the other claim or claims and shall then state
the additional features claimed. Any dependent claim which
refersto more than one other claim (“multiple dependent claim™)
shall refer to such claimsin the aternative only. Multiple
dependent claims shall not serve asabasisfor any other multiple
dependent claim. Where the national law of the national Office
acting as International Searching Authority does not allow
multiple dependent claims to be drafted in a manner different
from that provided for in the preceding two sentences, failure
to use that manner of claiming may result in an indication under
Article 17(2)(b) intheinternational search report. Failureto use
the said manner of claiming shall have no effect in a designated
State if the manner of claiming actually used satisfies the
national law of that State.

(b) Any dependent claim shall be construed as including
all the limitations contained in the claim to which it refers or,
if the dependent claim is amultiple dependent claim, all the
limitations contained in the particular claim inrelationto which
it is considered.

(c) All dependent claimsreferring back to asingle previous
claim, and all dependent claims referring back to several
previous claims, shall be grouped together to the extent and in
the most practical way possible.

6.5 Utility Models

Any designated State in which the grant of a utility model is
sought on the basis of an international application may, instead
of Rules 6.1 to 6.4, apply in respect of the matters regulated in
those Rules the provisions of its national law concerning utility
models once the processing of the international application has
started in that State, provided that the applicant shall be allowed
at least two months from the expiration of the time limit
applicable under Article 22 to adapt his application to the
reguirements of the said provisions of the national law.

PCT Administrative I nstructions Section 205
Numbering and I dentification of Claims Upon Amendment

(8 Amendmentsto the claims under Article 19 or Article
34(2)(b) may be made either by cancelling one or more entire
claims, by adding one or more new claims or by amending the
text of one or more of the claims asfiled. Whereaclaimis
cancelled, no renumbering of the other claims shall be required.
In all cases where claims are renumbered, they shall be
renumbered consecutively in Arabic numerals.

(b) The applicant shall, in the letter referred to in Rule
46.5(b) or Rule 66.8(c), indicate the differences between the
claims asfiled and the claims as amended or, as the case may
be, differences between the claims as previously amended and
currently amended. He shall, in particular, indicate in the said
letter, in connection with each claim appearing in the
international application (it being understood that identical
indications concerning several claimsmay be grouped), whether:

(i) theclaimisunchanged;
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(i) theclaimiscancelled;
(iii) theclaim isnew;
(iv) the claim replaces one or more claims asfiled;

(v) theclaimistheresult of the division of aclaim as
filed;

(vi) theclaim replacesoneor moreclaimsas previously
amended;

(vii) theclaimistheresult of the division of aclaim
as previously amended.

37 CFR 1.436 The claims.

The requirements as to the content and format of claims are set
forth in PCT Art. 6 and PCT Rules 6, 9, 10 and 11 and shall be
adhered to. The number of the claims shall be reasonable,
considering the nature of the invention claimed.

The claim or claims must “define the matter for
which protection is sought.” Claims must be clear
and concise. They must be fully supported by the
description. PCT Rule 6 contains detailed
requirements as to the number and numbering of
claims, the extent to which any claim may refer to
other parts of the international application, the
manner of claiming, and dependent claims. As to
the manner of claiming, the claims must, whenever
appropriate, be in two distinct parts;, namely, the
statement of the prior art and the statement of the
features for which protection is sought (“the
characterizing portion™).

The physical requirements for the claims are the
same as those for the description. Note that the
claims must commence on a new sheet.

The procedure for rectification of obvious mistakes
is explained in MPEP § 1836. The omission of an
entire sheet of the claims cannot be rectified without
affecting the international filing date, except in
applications filed on or after April 1, 2007, where,
if the application, onitsinitial receipt date, contained
a priority claim and a proper incorporation by
reference statement, the original international filing
date may beretained if the submitted correction was
completely contained in the earlier application. See
PCT Rules 4.18 and 20.6. It is recommended that a
request for rectification of obvious mistakes in the
claims be made only if the mistake isliableto affect
theinternational search; otherwise, the rectification
should be made by amending the claims.
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The claims can be amended during the international
phase under PCT Article 19 on receipt of the
international search report, during international
preliminary examination if the applicant hasfiled a
Demand, and during the national phase.

Multiple dependent claims are permitted in
international applications before the United States
Patent and Trademark Office as an International
Searching and International Preliminary Examining
Authority or as a Designated or Elected Office, if
they are in the alternative only and do not serve as
abasisfor any other multiple dependent claim (PCT
Rule 6.4(a), 35 U.S.C. 112). The claims, being an
element of the application, should start on a new
page (PCT Rule 11.4). Page numbers must not be
placed in the margins (PCT _Rule 11.7(b)). Line
numbers should appear in the right half of the left
margin (PCT Rule 11.8(b)). See PCT Rule 11.6(€).

The number of claims shall be reasonable,
considering the nature of the invention claimed (37
CFR 1.436).

1825 The Drawings[R-08.2017]

PCT Article7
The Drawings

(1) Subject to the provisions of paragraph (2)(ii), drawings
shall be required when they are necessary for the understanding
of the invention.

(2) Where, without being necessary for the understanding
of theinvention, the nature of the invention admits of illustration
by drawings:

(i) the applicant may include such drawingsin the
international application when filed.

(ii) any designated Office may requirethat the applicant
file such drawings with it within the prescribed time limit.
PCT Rule 7
The Drawings

7.1 Flow Sheets and Diagrams
Flow sheets and diagrams are considered drawings.
7.2 TimeLimit

Thetimelimit referred to in Article 7(2)(ii) shall be reasonable
under the circumstances of the case and shall, in no case, be
shorter than two months from the date of the written invitation
requiring the filing of drawings or additional drawings under
the said provision.
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PCT Rule 11
Physical Requirements of the International Application

*kkk*k

11.5 Size of Sheets

The size of the sheets shall be A4 (29.7 cm x 21 cm). However,
any receiving Office may accept international applications on
sheets of other sizes provided that the record copy, astransmitted
to the International Bureau, and, if the competent International
Searching Authority so desires, the search copy, shall be of A4
size.

11.6 Margins

*kkk*k

(c) On sheets containing drawings, the surface usable shall
not exceed 26.2 cm x 17.0 cm. The sheets shall not contain
frames around the usable or used surface. The minimum margins
shall be asfollows:

-top: 25¢cm

- left side: 2.5cm
-right side: 1.5cm
- bottom: 1.0 cm.

*kkk*k

11.11 Wordsin Drawings

(a) The drawings shall not contain text matter, except a single
word or words, when absolutely indispensable, such as*water,”
“steam,” “open,” “closed,” “section on AB,” and, in the case of
electric circuits and block schematic or flow sheet diagrams, a
few short catchwords indispensable for understanding.

(b) Any words used shall be so placed that, if translated, they
may be pasted over without interfering with any lines of the
drawings.

*kkkk
11.13 Special Requirementsfor Drawings

(a) Drawings shall be executed in durable, black,
sufficiently dense and dark, uniformly thick and well-defined,
lines and strokes without colorings.

(b) Cross-sections shall be indicated by oblique hatching
which should not impede the clear reading of the reference signs
and leading lines.

(c) The scale of the drawings and the distinctness of their
graphical execution shall be such that a photographic
reproduction with alinear reduction in size to two-thirds would
enable all details to be distinguished without difficulty.

(d) When, in exceptional cases, the scaleisgivenon a
drawing, it shall be represented graphically.

(e) All numbers, letters and reference lines, appearing on
the drawings, shall be simple and clear. Brackets, circles or
inverted commas shall not be used in association with numbers
and letters.

(f) All linesinthedrawings shall, ordinarily, be drawn with
the aid of drafting instruments.
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(g) Each element of each figure shall bein proper
proportion to each of the other elements in the figure, except
where the use of a different proportion is indispensable for the
clarity of the figure.

(h) The height of the numbers and letters shall not be less
than 0.32 cm. For the lettering of drawings, the Latin and, where
customary, the Greek al phabets shall be used.

(i) Thesame sheet of drawings may contain several figures.
Where figures on two or more sheets form in effect asingle
complete figure, the figures on the several sheets shall be so
arranged that the complete figure can be assembled without
concealing any part of any of the figures appearing on the
various sheets.

(i) Thedifferent figures shall be arranged on a sheet or
sheets without wasting space, preferably in an upright position,
clearly separated from one another. Where the figures are not
arranged in an upright position, they shall be presented sideways
with the top of the figures at the |eft side of the sheet.

(k) The different figures shall be numbered in Arabic
numeral s consecutively and independently of the numbering of
the sheets.

(I Reference signs not mentioned in the description shall
not appear in the drawings, and vice versa.

(m) The same features, when denoted by reference signs,
shall, throughout the international application, be denoted by
the same signs.

(n) If the drawings contain alarge number of reference
signs, it is strongly recommended to attach a separate sheet
listing all reference signs and the features denoted by them.

*kkkk

37 CFR 1.437 The drawings.

(a) Drawings are required when they are necessary for the
understanding of the invention (PCT Art. 7).

(b) The physical requirementsfor drawings are set forthin
PCT Rule 11 and shall be adhered to.

Theinternational application must contain drawings
when they are necessary for the understanding of
the invention. Moreover where, without drawings
being actually necessary for the understanding of
the invention, its nature admits of illustration by
drawings, the applicant may include such drawings
and any designated Office may require the applicant
to file such drawings during the national phase. Flow
sheets and diagrams are considered drawings.

Drawings must be presented on one or more separate
sheets. They may not be included in the description,
the claimsor the abstract. They may not contain text
matter, except a single word or words when
absolutely indispensable. Note that if the drawings
contain text matter not in English but in alanguage
accepted under PCT Rule 12.1(a) by the International
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Bureau as a Receiving Office, the international
application will be transmitted to the International
Bureau for processing in its capacity as aReceiving
Office. See 37 CFR 1.412(c)(6)(ii). If the drawings
contain text matter not in alanguage accepted under
PCT Rule 12.1(a) by the International Bureau as a
Receiving Office, the application will be denied an
international filing date.

All linesin the drawings must, ordinarily, be drawn
with the aid of a drafting instrument and must be
executed in black, uniformly thick and well-defined
lines. Color drawings are not acceptable. PCT Rules
11.10 to 11.13 contain detailed requirements as to
further physical requirements of drawings. Drawings
newly executed according to national standards may
not be required during the national phase if the
drawings filed with the international application
comply with PCT Rule 11. The examiner may
require new drawings where the drawings which
were accepted during theinternational phase did not
comply with PCT Rule 11. A file reference may be
indicated in the upper left corner on each sheet of
the drawings.

All of the figures congtituting the drawings must be
grouped together on a sheet or sheets without waste
of space, preferably in an upright position and clearly
separated from each other. Where the drawings
cannot be presented satisfactorily in an upright
position, they may be placed sideways, with the tops
of the drawings on the left-hand side of the sheet.

The usable surface of sheets (which must be of A4
size) must not exceed 26.2 cm x 17.0 cm. The sheets
must not contain frames around the usable surface.
The minimum margins which must be observed are:
top and left side: 2.5 cm; right side: 1.5 cm; bottom:
1.0cm.

All sheets of drawings must be numbered in the
center of either the top or the bottom of each sheet
but not in the margin in numbers larger than those
used as reference signs in order to avoid confusion
with the latter. For drawings, a separate series of
page numbers is to be used. The number of each
sheet of the drawings must consist of two Arabic
numerals separated by an oblique stroke, the first
being the sheet number and the second being the
total number of sheets of drawings. For example,
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“2/5” would be used for the second sheet of drawings
where there arefivein all.

Different figures on the sheets of drawings must be
numbered in Arabic numerals consecutively and
independently of the numbering of the sheets and,
if possible, in the order in which they appear. This
numbering should be preceded by the expression
“Fig.”

In situations where one or more sheets are added,
each sheet shall be identified by the number of the
preceding sheet followed by a slant and then by
another Arabic numera such that the additiona
sheets are numbered consecutively, starting always
with number one for the first sheet added after an
unchanged sheet (e.g., 10/1, 15/1, 15/2, 15/3, etc.).
See Administrative Instructions Section 311.

The PCT makes no provision for photographs.
Nevertheless, they are allowed by the International
Bureau whereit isimpossibleto present in adrawing
what is to be shown (for instance, crystaline
structures). Where, exceptionally, photographs are
submitted, they must be on sheets of A4 size, they
must be black and white, and they must respect the
minimum margins and admit of direct reproduction.
Color photographs are not accepted.

The procedure for rectification of obvious mistakes
in the drawings is explained in MPEP § 1836. The
omission of an entire sheet of drawings cannot be
rectified without affecting the international filing
date, except in applications filed on or after April 1,
2007, where, if the application, onitsinitial receipt
date, contained a priority claim and a proper
incorporation by reference statement, the original
international filing date may be retained if the
submitted correction was completely contained in
the earlier application. See PCT Rules4.18 and 20.6.
Rectifications of obvious mistakesare not considered
to be amendments.

The drawings can be amended during the
international phase only if the applicant files a
Demand for international preliminary examination.
The drawings can aso be amended during the
national phase. The amendment shall not go beyond
the disclosurein theinternational application asfiled.
See PCT Article 34(2)(b).
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If drawings are referred to in an international
application and are not found in the search copy file,
the examiner should refer the application to aQuality
Assurance Speciaist in hisor her Technology Center
or a PCT Speciad Program Examiner. See
Administrative Instructions Section 310.

1826 TheAbstract [R-08.2017]

PCT Rule 8
The Abstract
8.1 Contentsand Form of the Abstract

(@) The abstract shall consist of the following:

(i) asummary of the disclosure as contained in the
description, the claims, and any drawings; the summary shall
indicate the technical field to which the invention pertains and
shall be drafted in away which allows the clear understanding
of thetechnical problem, the gist of the solution of that problem
through the invention, and the principal use or uses of the
invention;

(ii) where applicable, the chemical formulawhich,
among all the formulae contained in theinternational application,
best characterizes the invention.

(b) Theabstract shall be as concise asthe disclosure permits
(preferably 50to 150 wordsif it isin English or when translated
into English).

(c) Theabstract shall not contain statements on the alleged
merits or value of the claimed invention or on its speculative
application.

(d) Each main technical feature mentioned in the abstract
andillustrated by adrawing in theinternational application shall
be followed by areference sign, placed between parentheses.

8.2 Figure

(a) If the applicant fails to make the indication referred to
in Rule 3.3(a)(iii), or if the International Searching Authority
finds that afigure or figures other than that figure or those
figures suggested by the applicant would, among al the figures
of all the drawings, better characterize the invention, it shall,
subject to paragraph (b), indicate the figure or figures which
should accompany the abstract when the latter is published by
the International Bureau. In such case, the abstract shall be
accompanied by the figure or figures so indicated by the
International Searching Authority. Otherwise, the abstract shall,
subject to paragraph (b), be accompanied by thefigure or figures
suggested by the applicant.

(b) If the International Searching Authority findsthat none
of thefigures of the drawingsis useful for the understanding of
the abstract, it shall notify the International Bureau accordingly.
In such case, the abstract, when published by the I nternational
Bureaw, shall not be accompanied by any figure of the drawings
even where the applicant has made a suggestion under Rule

3.3(a)(iii).
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8.3 Guiding Principlesin Drafting

The abstract shall be so drafted that it can efficiently serveasa
scanning tool for purposes of searching in the particular art,
especially by assisting the scientist, engineer or researcher in
formulating an opinion on whether thereisaneed for consulting
the international application itself.

37 CFR 1.438 The abstract

() Requirements asto the content and form of the abstract
are set forth in PCT Rule 8, and shall be adhered to.

(b) Lack of an abstract upon filing of an international
application will not affect the granting of afiling date. However,
failure to furnish an abstract within one month from the date of
the notification by the Receiving Office will result in the
international application being declared withdrawn.

The abstract must consist of a summary of the
disclosure as contained in the description, the claims
and any drawings. Where applicable, it must also
contain the most characteristic chemical formula.
The abstract must be as concise as the disclosure
permits (preferably 50 to 150 wordsif itisin English
or when translated into English). National practice
(see MPEP § 608.01(b)) also provides a maximum
of 150 words for the abstract. See 37 CFR 1.72(b).
The PCT range of 50 - 150 wordsis not absol ute but
publication problems could result when the PCT
limit is increased beyond the 150 word limit.
Maintaining the PCT upper limit is encouraged. As
aruleof thumb, it can be said that the volume of the
text of the abstract, including one of the figuresfrom
the drawings (if any), should not exceed what can
be accommodated on an A4 sheet of typewritten
matter, 1 1/2 spaced. The abstract of theinternational
application as filed must begin on a new sheet
following the claims (Administrative Instructions
Section 207). The other physical requirements must
correspond to those for the description. The abstract
must be so drafted that it can efficiently serve as a
scanning tool for the purposes of searching in the
particular art. These and other requirements
concerning the abstract are spelled out in detail in
PCT Rule 8. Useful guidance can be obtained from
the “Guidelines for the Preparation of Abstracts
Under the Patent Cooperation Treaty,” published in
the PCT Gazette (No. 5/1978). Those Guidelines
may be obtained, in English and French, from the
International Bureau.

The abstract should be primarily related to what is
new in the art to which the invention pertains.
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Phrases should not be used which are implicit, (for
instance, “theinvention relatesto...”), and statements
on the alleged merits or value of the invention are
not allowed.

Where the receiving Office finds that the abstract is
missing, it invites the applicant to furnish it within
a time limit fixed in the invitation. Where the
receiving Office has not invited the applicant to
furnish an abstract or the applicant fails to furnish
an abstract within atime limit fixed in theinvitation,
the International Searching Authority establishes
one. See PCT Rule 38. The same applies where the
abstract does not comply with the requirements
outlined in the preceding paragraphs. Where the
abstract is established by the International Searching
Authority, the applicant may propose modifications
of, or comment on, the new abstract until the
expiration of 1 month from the date of mailing of
the international search report (PCT Rule 38.3).

SUMMARY OF ABSTRACT REQUIREMENTS

Preferably 50-150 words. Should contain:

(A) Indication of field of invention.
(B) Clear indication of the technical problem.

(C) Summary of invention’s solution of the
problem.

(D) Principa use or uses of the invention.

(E) Reference numbers of the main technical
features placed between parentheses.

(F) Where applicable, chemical formulawhich
best characterizes the invention.

Should not contain:

(A) Superfluous language.

(B) Legal phraseology such as“said” and
“ mear]S'H

(C) Statements of alleged merit or speculative
application.

(D) Prohibited items as defined in PCT Rule 9.
1827 Fees[R-01.2024]

A complete list of Patent Cooperation Treaty fee
amounts which are to be paid to the United States
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Patent and Trademark Office (USPTO), for both the
national and international stages, can befound at the
beginning of each weekly issue of the Official
Gazette of the United States Patent and Trademark
Office and on the International Patent Legal
Administration page of the USPTO website (see
MPEP § 1730). Applicants are urged to refer to this
list before submitting any fees to the USPTO.

Pursuant to PCT Rules 14.1(c), PCT Rule 15.3, and
16.1(f), the international filing, transmittal, and
search fee payable is the internationa filing,
transmittal, and search fee in effect on the receipt
date of the international application. See 37 CFR
1.431(c). For international applications filed on or
after November 15, 2011, the transmittal fee paid to
the USPTO as Receiving Office consists of both a
basic portion and anon-electronic filing portion. See
37 _CFR 1.445(a)(1). The non-electronic filing
portion is applicable where applicant files the
international application in paper rather than viathe
USPTO patent electronic filing system.

1827.01 Refund of International Application
Fees[R-07.2022]

37 CFR 1.446 Refund of international application filing and
processing fees.

(@) Money paid for international application fees, where
paid by actual mistake or in excess, such as a payment not
required by law or treaty and its regulations, may be refunded.
A mere change of purpose after the payment of afee will not
entitle aparty to arefund of such fee. The Office will not refund
amounts of twenty-five dollars or less unless arefund is
specifically requested and will not notify the payor of such
amounts. If the payor or party requesting arefund does not
provide the banking information necessary for making refunds
by electronic funds transfer, the Office may use the banking
information provided on the payment instrument to make any
refund by electronic funds transfer.

(b) Any request for refund under paragraph (a) of this
section must be filed within two years from the date the feewas
paid. If the Office charges adeposit account by an amount other
than an amount specifically indicated in an authorization under
§ 1.25(b), any request for refund based upon such charge must
be filed within two years from the date of the deposit account
statement indicating such charge and include a copy of that
deposit account statement. The time periods set forth in this
paragraph are not extendable.

(c) Refund of the supplemental search feeswill be made if
such refund is determined to be warranted by the Director or
the Director’s designee acting under PCT Rule 40.2(c).

(d) Theinternational and search feeswill be refunded if no
international filing date is accorded or if the application is
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withdrawn before transmittal of the record copy to the
International Bureau (PCT Rules 15.6 and 16.2). The search fee
will be refunded if the application is withdrawn before
transmittal of the search copy to the International Searching
Authority. The transmittal fee will not be refunded.

(e) The handling fee (8§ 1.482(b)) will be refunded (PCT
Rule 57.6) only if:

(1) The Demand iswithdrawn before the Demand has
been sent by the International Preliminary Examining Authority
to the International Bureau, or

(2) The Demand is considered not to have been

submitted (PCT Rule 54.4(a)).

Although 37 CFR 1.446(a) indicates that a “mere
change of purpose after the payment of a fee will
not entitle a party to arefund of such fee” 37 CFR
1.446(d) and (e) contain exceptions to this genera
Statement.

According to 37 CFR 1.446(d), theinternational and
search feeswill berefunded if nointernational filing
date is accorded or if the application is withdrawn
before transmittal of the record copy to the
International Bureau. The search feewill be refunded
if the application is withdrawn before the search
copy is transmitted to the International Searching
Authority. The transmittal fee will not be refunded.

According to 37 CFR 1.446(e), the handling fee will
be refunded if the Demand is withdrawn before the
Demand has been sent by the Internationa
Preliminary Examining Authority to the International
Bureau.

Refund of the supplemental search feewill be made
if the applicant is successful in a protest (filed
pursuant to 37 CFR 1.477) to a holding of lack of
unity of invention. The supplemental search fee must
be paid and be accompanied by (1) aprotest and (2)
arequest for refund of the supplemental search fee.

If the receiving Office and International Searching
Authority are not the same Office, any request for
refund of the search fee made after the search copy
has been transmitted to the International Searching
Authority must be directed to the International
Searching Authority and not to the receiving Office.
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1828 Priority Claim and Document
[R-07.2015]

An applicant who claimsthe priority of one or more
earlier national, regional or international applications
for the sameinvention must indicate on the Request,
at the time of filing, the country in or for which it
was filed, the date of filing, and the application
number. See PCT Article 8 and PCT Rule 4.10 for
priority claim particulars and PCT Rule 90 bis.3 for
withdrawal of priority claims. Note that under PCT
Rule 4.10, an applicant may claim the priority of an
applicationfiled in or for a State whichisaMember
of the World Trade Organization (WTO), even if
that Stateisnot party to the Paris Convention for the
Protection of Industrial Property (Paris Convention).
However, a PCT Contracting State that is not a
Member of the WTO would not be obliged to
recognize the effects of such apriority claim.

The applicant may correct or add apriority claim by
a notice submitted to the Receiving Office or the
International Bureau (I1B) within 16 months from
the priority date, or where the priority date is
changed, within 16 months from the priority date so
changed, whichever period expires first, provided
that a notice correcting or adding a priority claim
may in any event be submitted until the expiration
of 4 months from the international filing date. PCT
Rule 26 bis.1 and 37 CFR 1.451 and 1.465. For a
withdrawal of a priority claim, see MPEP § 1859.

Under the PCT procedure, the applicant may filethe
certified copy of the earlier filed national application
together with the international application in the
receiving Officefor transmittal with therecord copy,
or alternatively the certified copy may be submitted
by the applicant to the I B or the receiving Office not
later than 16 months from the priority date or, if the
applicant has requested early processing in any
designated Office, not later than the time such
processing or examination isrequested. The IB will
normally furnish copies of the certified copy to the
various designated Offices so that the applicant will
not normally be required to submit certified copies
to each designated Office. If the earlier filed
application was filed with the U.S. Patent and
Trademark Office, the applicant may request the
U.S. Receiving Office (RO/US) to prepare, and
transmit to the IB, a certified copy of the earlier

Rev. 01.2024, November 2024

MANUAL OF PATENT EXAMINING PROCEDURE

application. The request (Form PCT/RO/101)
contains abox which can be checked requesting that
the receiving Office prepare the certified copy. In
international applications filed in the RO/US on or
after August 31, 2007, the RO/USwill electronically
transmit the certified copy of the earlier application
if the applicant has made a request in accordance
with PCT Rule 17.1(b) and 37 CFR 1.451(b).
Further, in such international applications filed on
or after August 31, 2007, the USPTO has waived
the fee set out in 37 CFR 1.19(b)(1)(iii)(A) for
eectronicaly providing a copy of the patent
application asfiled. If the earlier applicationismade
available to the International Bureau via a digital
library, applicant may request the International
Bureau to obtain a copy of the earlier application
from the digital library. The International Bureau
will electronically obtain the copy of the earlier
application if the applicant has made a request in
accordance with PCT Rule 17.1(b- bis).

Transmission may be delayed or prevented when no
inventor common to the priority applicationisnamed
intheinternational application. Further, transmission
of the priority document will not occur until its
national security review is complete.

For use of the priority document in a U.S. nationa
application which entered the national stage from
an international application after compliance with
35 U.S.C. 371, see MPEP § 1893.03(c).

1828.01 Restoration of the Right of Priority
[R-07.2022]

37 CFR 1.452 Restoration of right of priority

(a) If theinternational application hasan international filing
date which islater than the expiration of the priority period as
defined by PCT Rule 2.4 but within two months from the
expiration of the priority period, the right of priority in the
international application may be restored upon request if the
delay in filing the international application within the priority
period was unintentional.

(b) A request to restore the right of priority in an
international application under paragraph (a) of this section must
be filed not later than two months from the expiration of the
priority period and must include:

(1) A notice under PCT Rule 26 his.1(a) adding the
priority claim, if the priority claim in respect of the earlier
application is not contained in the international application;

(2) The petition fee as set forth in § 1.17(m); and
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(3) A statement that the delay infiling theinternational
application within the priority period was unintentional. The
Director may require additional information where thereisa
question whether the delay was unintentional.

(c) If the applicant makes a request for early publication
under PCT Article 21(2)(b), any requirement under paragraph
(b) of this section filed after the technical preparations for
international publication have been completed by the
International Bureau shall be considered as not having been
submitted in time.

On April 1, 2007, the regulations to the PCT were
amended to allow applicantswith applicationswhich
were filed on or after that date and which were also
filed after the expiration of the 12 month priority
period but within two months of the expiration of
the priority period, to request that theright of priority
be restored, provided that the failure to file the
application within the priority period wasin spite of
due care or unintentional. See PCT Rule 26 bis.3.
Grantable requests for restoration of the right of
priority must be filed within two months from the
date of expiration of the priority period as defined
by new PCT Rule 2.4, and must be accompanied by:
(i) the requisite fee as set forth in § 1.17(m); (ii) a
notice under PCT Rule 26 bis.1(a) adding the
priority claim, if the priority claim in respect of the
earlier application is not contained in the
international application; and (iii) a statement that
thedelay infiling theinternational application within
the priority period was unintentional. The Director
may reguire additional information wherethereisa
guestion whether the delay was unintentional. If the
applicant makes arequest for early publication under
PCT Article 21(2)(b), any of requirements (i), (ii),
or (iii) above which are filed after the technical
preparations for international publication have been
completed by the International Bureau shall be
considered as not having been submitted in time.

The International Bureau decides these matters under
both the in spite of due care and unintentional
standards. Therefore, in view of the fact that the
USPTO only decides these matters under the
unintentional standard, applicants may wish to
consider filing directly with the International Bureau
as receiving Office instead of the United States
Receiving Office in the situation where applicant
desires to request restoration of the right of priority
under the in spite of due care standard. Applicants
may also request that an application be forwarded
to the International Bureau for processing in its
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capacity as a receiving Office in accordance with
PCT Rule 19.4(a)(iii) in situations where applicants,
after the international application has been filed,
redlize that the application was filed after the
expiration of the 12 month priority period but within
two months of the expiration of the priority period,
and where applicant desiresto request restoration of
the right of priority under the in spite of due care
standard. However, the United States Receiving
Office may decline to forward the international
application to the International Bureau under PCT
Rule 19.4(a)(iii) if substantial processing of the
international application by the United States
Receiving Office has occurred. An international
application filed with, or forwarded to, the
International Bureau must have a foreign filing
license unless: (1) theinvention was not madein the
United States; or (2) a U.S. national application on
the invention was filed at least six months prior to
the filing of the international application, the U.S.
national application isnot subject to asecrecy order
under 37 CFR 5.2, and the international application
does not contain modifications, amendments, or
supplements changing the general nature of the
invention in a manner that would require any
corresponding United States application to be or
have been available for inspection under 35 U.S.C.
181. See 37 CFR 5.11 and 5.15.

It should be noted that restoration of a right of
priority to a prior application by the United States
Receiving Office, or by any other receiving Office,
under the provisions of PCT Rule 26 bis.3, will not
entitle applicants to aright of priority to such prior
application in a national stage application in any
office that has notified the International Bureau
under PCT Rule 26 bis.3(j) and 49 ter.1(g) of an
incompatibility with its national law. A full listing
of the national offices that will not accept the
restoration of the right of priority in the national
stage may be found on WIPO's website at
wwwwipoint/pd/enftextsreservationsres incomp.html.
In the United States, aright of priority that has been
restored under PCT Rule 26 bis.3 during the
international stage will be effective in the U.S.
national stage. See MPEP § 1893.03(c).

It should also be noted that regardless of the PCT
Rule 26 bis.3(j)) and 49 ter.1(g) status of any
particular office, the priority date will still govern
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all PCT time limits, including the thirty-month
period for filing national stage papersand fees under
37 CFR 1.495. PCT Article 2(xi), which defines
“priority date” for purposes of computing timelimits,
containsno limitation that the priority claim bevalid.

Inaddition, in the context of arequest for restoration
of the right of priority pursuant to PCT Rule
26 bis.3(a), thereceiving Office shall, upon reasoned
reguest by the applicant or sua sponte, not transmit
documents or parts thereof in relation to the request
for restoration, if it finds that (i) the document or
part thereof does not obviously serve the purpose of
informing the public about the international
application; (ii) publication or public access or any
such document or part thereof would clearly
prejudice the persona or economic interests of any
person; and (iii) thereisno prevailing public interest
to grant access to that document or part thereof. See
PCT Rule 26 bis.3(h- bis).

1828.02 Continuation or
Continuation-in-Part Indication in the
Request [R-07.2022]

PCT Rule4
The Request (Contents)

*kkk*k

4.11 Referenceto Continuation or Continuation-in-Part, or
Parent Application or Grant

@ If:

(ii) the applicant intends to make an indication under
Rule 49 his.1(d) of the wish that the international application
be treated, in any designated State, as an application for a
continuation or a continuation-in-part of an earlier application;
therequest shall soindicate and shall indicate the rel evant parent
application or parent patent or other parent grant.

*hkkk*k

The Supplemental Box of the Request form should
be used where the applicant has an earlier pending
United States nonprovisional application or
international application designating the U.S. and
wishes the later-filed international application to be
treated as a continuation or continuation-in-part of
such earlier application. To properly identify the
parent application, the specific reference must
identify the parent application by application number
and indicate the rel ationship to the parent application
(i.e., “continuation” or “continuation-in-part”). The
specific reference must also indicate the filing date
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of the parent application if the parent application is
an international application. See 37 CFR 1.78(d)(2).

The applicant may correct or add to the request any
indication referred to in PCT Rule 4.11 by anotice
submitted to the International Bureau within atime
limit of 16 months from the priority date, provided
that any notice received by the International Bureau
after the expiration of that time limit shal be
considered to have been received on the last day of
that timelimit if the notice reachesthe International
Bureau before the technical preparations for
international publication have been completed. See
PCT Rule 26 quater.1. Where any correction or
addition of an indication referred to in PCT Rule
4.11 is not timely received under PCT Rule
26 quater.1, the International Bureau shall notify
the applicant accordingly and shall proceed as
provided for in the Administrative Instructions. See
PCT Rule 26 quater.2.

The inclusion of a proper reference to the parent
applicationinthe PCT Reguest form or the presence
of such reference on the front page of the published
international application will satisfy the requirement
in 37 CFR 1.78 for the presentation of abenefit claim
in an application data sheet. See 37 CFR 1.76(q). In
such cases, a reference to the parent application in
an application data sheet would not be required in
the national stage application. Furthermore, inclusion
of aproper reference to the parent application in the
PCT Reguest formisalso beneficial where applicant
chooses to file a continuing application claiming
benefit under 35 U.S.C. 365(c) to the international
application (i.e., a bypass application) rather than
entering the U.S. national phase under 35 U.S.C.
371. See MPEP § 211.02, which indicates the right
to rely on a prior application may be waived by an
applicant if areferenceto the prior applicationisnot
included in the later-filed application.

1829 [Reserved]

1830 International Application Transmittal
L etter [R-07.2015]

A PCT international application transmittal |etter,
Form PTO-1382, is available for applicants to use
when filing PCT international applications and
related documents with the United States Receiving
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Office. The form, which isintended to simplify the
filing of PCT international applications and related
documentswith the United States Receiving Office,
may be obtained online at www.uspto.gov/
patents-getting-started/inter national -pr otection/
patent-cooper ation-treaty/pct-chapter-i-forms.

1831 [Reserved]

1832 License Request for Foreign Filing
Under the PCT [R-07.2022]

A licensefor foreign filing is not required to file an
international application in the United States
Receiving Office but may be required before the
applicant or the U.S. Receiving Office can forward
acopy of the international application to a foreign
patent office, the International Bureau or other
foreign authority (35 U.S.C. 368, 37 CFR 5.1 and
5.11). A foreign filing license to permit transmittal
to a foreign office or international authority is not
required if: (1) the invention was not made in the
United States; or (2) a U.S. national application on
the invention was filed at least six months prior to
the filing of the international application, the U.S.
national application isnot subject to a secrecy order
under 37 CFR 5.2, and the international application
does not contain modifications, amendments, or
supplements changing the general nature of the
invention in a manner that would require any
corresponding United States application to be or
have been available for inspection under 35 U.S.C.
181. See37 CFR5.11 and 5.15. In all other instances
(direct foreign filings outside the PCT or filingsin
a foreign receiving Office), the applicant should
petition for alicensefor foreignfiling (37 CFR 5.12)
and if appropriate, identify any additional subject
matter in theinternational application which was not
in the earlier U.S. national application (37_CFR

5.14(c)).

If no petition or request for aforeign filing license
isincluded in the international application, andit is
clear that a license is required because of the
designation of foreign countries and the time at
which the Record Copy must be transmitted, it is
current Office practice to construe thefiling of such
an international application to include a request for
aforeignfiling license. If thelicense can be granted,
it will be issued without further correspondence. If

1800-41

§1832

no license can be issued, or further information is
required, applicant will be contacted. The automatic
request for aforeign filing license does not apply to
the filing of aforeign application outside the PCT.

A foreign filing license aso authorizes the export
of technical data abroad for purposes related to the
preparation, filing or possiblefiling, and prosecution
of a foreign application. See 37 CFR 5.11(b).
Effective September 30, 2020, 37 CFR 5.11 was
amended to expand the scope of a foreign filing
licenseto include the export of technical dataabroad
for purposes relating to the use of a World
Intellectual Property Organization online service
(ePCT) for preparing an international application
for filing with the United States Receiving Office
without separately complying with the regulations
contained in 22 CFR parts 120 through 130
(International Traffic in Arms Regulations of the
Department of State), 15 CFR parts 730 through 774
(Export Administration Regulations of the Bureau
of Industry and Security, Department of Commerce),
and 10 CFR part 810 (Assistance to Foreign Atomic
Energy Activities Regulations of the Department of
Energy). Applicants using WIPO's ePCT system to
prepare an international application for filing with
the United States Receiving Office without aforeign
filing license are cautioned against exporting
technica data into ePCT without separately
complying with the aforementioned regul ations. See
MPEP §§ 140 and 1821.

EFFECT OF SECRECY ORDER

If a secrecy order is applied to an international
application, the application will not be forwarded
to the International Bureau as long as the secrecy
order remains in effect (PCT_Article 27(8) and
35 U.S.C. 368). If the secrecy order remains in
effect, the international application will be declared
withdrawn (abandoned) because the Record Copy
of the international application was not received in
time by the International Bureau (37 CFR 5.3(d),
PCT Article 12(3), and PCT Rule 22.3). It is,
however, possible to prevent abandonment as to the
United States of Americaif it has been designated,
by fulfilling the requirements of 35 U.S.C. 371(c).
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1833 [Reserved]

1834 Correspondence [R-08.2017]

PCT Rule 92
Correspondence
92.1 Need for Letter and for Signature

(a) Any paper submitted by the applicant in the course of the
international procedure provided for in the Treaty and these
Regulations, other than theinternational applicationitself, shall,
if not itself in the form of aletter, be accompanied by a letter
identifying the international application to which it relates. The
letter shall be signed by the applicant.

(b) If the requirements provided for in paragraph (a) are not
complied with, the applicant shall be informed as to the
non-compliance and invited to remedy the omission within a
time limit fixed in the invitation. The time limit so fixed shall
be reasonable in the circumstances; even where the time limit
so fixed expires later than the time limit applying to the
furnishing of the paper (or even if the latter time limit has
already expired), it shall not be less than 10 days and not more
than one month from the mailing of the invitation. If the
omission isremedied within thetimelimit fixed intheinvitation,
the omission shall be disregarded; otherwise, the applicant shall
be informed that the paper has been disregarded.

(c) Where non-compliance with the requirements provided for
in paragraph (a) has been overlooked and the paper taken into
account in theinternational procedure, the non-compliance shall
be disregarded.

92.2 Languages

(a) Subject to Rules 55.1 and 55.3 and to paragraph (b) of
this Rule, any letter or document submitted by the applicant to
the International Searching Authority or the International
Preliminary Examining Authority shall bein the same language
asthe international application to which it relates. However,
where atranglation of the international application has been
transmitted under Rule 23.1(b) or furnished under Rule 55.2,
the language of such trandation shall be used.

(b) Any letter from the applicant to the International
Searching Authority or the International Preliminary Examining
Authority may be in alanguage other than that of the
international application, provided the said Authority authorizes
the use of such language.

(c) [Deleted]

(d) Any letter from the applicant to the International Bureau
shall bein English or French.

(e) Any letter or notification from the International Bureau
to the applicant or to any national Office shall be in English or
French.

*kkkk
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PCT Administrative I nstructions Section 105

I dentification of | nternational Application With Two or More
Applicants

Where any international application indicates two or more
applicants, it shall be sufficient, for the purpose of identifying
that application, to indicate, in any Form or correspondence
relating to such application, the name of the applicant first named
intherequest. The provisions of thefirst sentence of this Section
do not apply to the demand.

I. NOTIFICATION UNDER PCT RULE 92.1(b) OF
DEFECTSWITH REGARD TO
CORRESPONDENCE

If the Office finds that papers, other than the
international applicationitself, are not accompanied
by a letter identifying the international application
to which they relate, or are accompanied by an
unsigned letter, or are furnished in the form of an
unsigned letter, it notifies the applicant and invites
him or her to remedy the omission. The Office
disregards the said papers or letter if the omission
is not remedied within the time limit fixed in the
invitation (PCT_Rule 92.1(b)). If the omission has
been overlooked and the paper taken into account,
the omission is disregarded.

Il. CORRESPONDENCE ADDRESS

Where there is a sole applicant without an agent in
aninternational application, correspondencewill be
sent to the applicant at his or her indicated address;
or, if he or she has appointed one or more agents, to
that agent or the first-mentioned of those agents; or,
if he or she has not appointed an agent but has
indicated a specia address for notifications, at that
specia address.

Where there are two or more applicants who have
appointed one or more common agents,
correspondence will be addressed to that agent or
the first-mentioned of those agents. Where no
common agent has been appointed, correspondence
will be addressed to the common representative
(either the appointed common representative or the
applicant who is considered to be the common
representative (PCT Rule 90.2) at the indicated
address; or, if the common representative has
appointed one or more agents, to that agent or the
first-mentioned of those agents; or, if the common
representative has not appointed an agent but has
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indicated a specia address for notifications, at that
address.

[11. FILING OF CORRESPONDENCE BY MAIL

The Priority Mail Express® procedure set forth at
37 CFR 1.10 applies to papers filed with the U.S.
Patent and Trademark Office (USPTO) in
international applications. Accordingly, papersfiled
with the USPTO in international applications will
be accorded by the USPTO the “date accepted”
indicated on the Priority Mail Express® mailing
label as the date of filing in the USPTO if the
provisions of 37 CFR 1.10 are complied with. See
MPEP § 513.

If there is a question regarding the date of deposit,
the Priority Mail Express® provisions of 37 CFR
1.10(c) - (e) require, in addition to using the Priority
Mail Express® Post Officeto Addressee service, an
indication of the Priority Mail Express® mailing
label number on each paper or fee. In situations
wherein the correspondence includes several papers
directed to the same application (for example,
Request, description, claims, abstract, drawings, and
other papers) the correspondence may be submitted
with a cover or transmittal letter, which should
itemize the papers. The cover or transmittal letter
must have the Priority Mail Express® mailing label
number thereon.

The certificate of mailing by first class mail
procedure set forth at 37 CFR 1.8 differs from the
37 CFR 1.10 Priority Mail Express® procedure. See
37 CFR 1.8(a)(2)(i)(D) and (E). It is important to
understand that the 37 CFR 1.8 certificate of mailing
procedure CANNOT be used for filing any papers
during the international stage if the date of deposit
is desired. If the 37 CFR 1.8 certificate of mailing
procedure is used, the paper and/or fee will be
accorded the date of receipt in the USPTO unless
the receipt date falls on a Saturday, Sunday, or
federal holiday in which casethe date of receipt will
be the next succeeding day which is not a Saturday,
Sunday, or federal holiday (37 _CFR 1.6(a)(1)).
Accordingly, the certificate of mailing procedures
of 37 CFR 1.8 are not available to have asubmission
during the international stage considered as timely
filed if the submission is not physically received at
the USPTO on or before the due date.
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1834.01 Filing of Correspondence by
Facsimile [R-07.2015]

PCT Rule 92.4 provides that a national Office may
receive documents by telegraph, teleprinter, or
facsimile machine. However, the United States
Patent and Trademark Office has not informed the
International Bureau that it accepts such submissions
other than facsimile transmissions. Accordingly,
applicants may not currently file papers in
international applications with the United States
Patent and Trademark Office via telegraph or
teleprinter.

Generaly, any paper may be filed by facsimile
transmission with certain exceptions which are
identified in 37 CFR 1.6(d). It should be noted that
a facsmile transmission of a document is not
permitted and, if submitted, will not be accorded a
date of receipt if the document is:

(A) Required by statute to be certified;

(B) A color drawing submitted under 37 CFR
1.437;

(C) Aninternational application for patent; or

(D) A copy of the international application and
the basic national fee necessary to enter the national
stage, as specified in 37 CFR 1.495(b).

Facsimile transmission may be used to submit
substitute sheets (other than color drawings),
extensions of time, power of attorney, fee
authorizations (other than the basic national fee),
demands, response to written opinions, oaths or
declarations, petitions, Article 34 amendments, and
trangations in international applications.

A Certificate of Transmission may be used as
providedin 37 CFR 1.8(a)(1) except in theinstances
specifically excluded in 37 CFR 1.8(a)(2). Note
particularly that the Certificate of Transmission
cannot be used for the filing of an international
application for patent or correspondence in an
international application before the U.S. Receiving
Office, the U.S. International Searching Authority,
or the U.S. International Preliminary Examining
Authority. Guidelinesfor facsimiletransmission are
clearly set forthin 37 CFR 1.6(d) and should be read
before transmitting by facsimile machine.
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A signature on adocument received viafacsimilein
a permitted situation is acceptable as a proper
signature. See PCT Rule 92.4(b) and 37 CFR

1.4(d)(2)(ii).

The receipt date of a document transmitted via
facsimile is the date in the USPTO on which the
transmission is completed, unlessthereceipt dateis
a Saturday, Sunday, or Federal holiday inwhich case
the date of receipt will be the next succeeding day
which is not a Saturday, Sunday, or Federal holiday
(37 CFR 1.6(a)(3)). See 37 CFR 1.6(d). Where a
document isillegible or part of the document is not
received, the document will be treated as not
received to the extent that it is illegible or the
transmission failed. See PCT Rule 92.4(c).

1834.02 Irregularitiesin the Mail or
Electronic Communications Service
[R-07.2022]

PCT Rule 82
Irregularitiesin the Mail Service
82.1 Delay or Lossin Mail

(a) Any interested party may offer evidence that he has
mailed the document or letter five days prior to the expiration
of thetime limit. Except in cases where surface mail normally
arrives at its destination within two days of mailing, or where
no airmail serviceis available, such evidence may be offered
only if the mailing was by airmail. In any case, evidence may
be offered only if the mailing was by mail registered by the
postal authorities.

(b) If the mailing, in accordance with paragraph (a), of a
document or letter is proven to the satisfaction of the national
Office or intergovernmental organization which isthe addressee,
delay in arrival shall be excused, or, if the document or letter is
lost in the mail, substitution for it of a new copy shall be
permitted, provided that the interested party provesto the
satisfaction of the said Office or organization that the document
or letter offered in substitution isidentical with the document
or letter lost.

(c) Inthe cases provided for in paragraph (b), evidence of
mailing within the prescribed time limit, and, where the
document or letter was lost, the substitute document or |etter as
well as the evidence concerning its identity with the document
or letter lost shall be submitted within one month after the date
on which the interested party noticed or with due diligence
should have noticed the delay or the loss, and in no case later
than six months after the expiration of the time limit applicable
in the given case.

(d) Any national Office or intergovernmental organization
which has notified the International Bureau that it will do so
shall, where adelivery service other than the postal authorities
is used to mail adocument or letter, apply the provisions of
paragraphs (a) to (c) asif the delivery service was a postal
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authority. In such acase, the last sentence of paragraph (a) shall
not apply but evidence may be offered only if details of the
mailing were recorded by the delivery service at the time of
mailing. The notification may contain anindication that it applies
only to mailings using specified delivery services or delivery
services which satisfy specified criteria. The International
Bureau shall publish the information so notified in the Gazette.

(e) Any national Office or intergovernmental organization
may proceed under paragraph (d):

(i) evenif, where applicable, the delivery service used
was not one of those specified, or did not satisfy the criteria
specified, in the relevant notification under paragraph (d), or

(ii) evenif that Office or organization has not sent to
the International Bureau a notification under paragraph (d).

|. DELAY OR LOSSIN MAIL

Delay or lossin the mail shall be excused wheniitis
proven to the satisfaction of the receiving Office that
the concerned letter or document wasmailed at least
five daysbeforethe expiration of thetimelimit. The
mailing must have been by registered air mail or,
where surface mail would normally arrive at the
destination concerned within two days of mailing,
by registered surface mail (PCT Rule82.1(a) to (c)).
PCT Rule 82 contains detailed provisions governing
the situation where a letter arrives late or gets lost
duetoirregularitiesin the mail service, for example,
because the mail service was interrupted due to a
strike. The provisions operate to excuse failure to
meet atime limit for filing adocument for up to six
months after the expiration of the time limit
concerned, provided that the document was mailed
at least five days before the expiration of the time
limit. In order to take advantage of these provisions,
the mailing must have been by registered airmail or,
where surface mail would normally arrive at the
destination concerned within two days of mailing,
by registered surface mail. Evidence is required to
satisfy the Office, and a substitute document must
be filed promptly—see PCT Rule 82.1(b) and (c)
for details.

I1. INTERRUPTION IN MAIL OR ELECTRONIC
COMMUNICATIONS SERVICE

Specia provisions apply to excuse delaysin meeting
time limits fixed in the PCT Regulations, and to
extend time limits due to a general disruption
experienced by an office or authority, caused by war,
revolution, civil disorder, strike, natural calamity,
epidemic, a general unavailability of electronic
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communications services or other like reasons. For
example, a delay in meeting a time limit may be
excused where the interested party establishes that
an outage of electronic communications services
affected a widespread geographical area, was
unexpected or unforeseen, and that no alternative
means of communication was available. See PCT
Rule 82 quater and PCT Administrative Instruction
Section 111 for details.

See PCT Rule 80.5 for guidance on periods which
expire on anon-working day.

1835 [Reserved]

1836 Rectification of Obvious Mistakes
[R-07.2015]

PCT Rule 91

Rectification of Obvious Mistakesin the I nternational
Application and Other Documents

91.1 Rectification of Obvious Mistakes

(8 An obvious mistake in the international application or
another document submitted by the applicant may be rectified
in accordance with this Rule if the applicant so requests.

(b) The rectification of a mistake shall be subject to
authorization by the “ competent authority”, that isto say:

(i) inthe case of amistakein the request part of the
international application or in a correction thereof—by the
receiving Office;

(ii) inthe case of amistakein the description, claims
or drawings or in a correction thereof, unless the International
Preliminary Examining Authority is competent under
item (iii)—by the International Searching Authority;

(iii) in the case of amistake in the description, claims
or drawings or in acorrection thereof, or in an amendment under
Article 19 or 34, where a demand for international preliminary
examination has been made and has not been withdrawn and
the date on which international preliminary examination shall
start in accordance with Rule 69.1 has passed—by the
International Preliminary Examining Authority;

(iv) inthe case of amistake in adocument not referred
toinitems (i) to (iii) submitted to the receiving Office, the
International Searching Authority, the International Preliminary
Examining Authority or the International Bureau, other than a
mistake in the abstract or in an amendment under Article 19
—by that Office, Authority or Bureau, as the case may be.

(c) Thecompetent authority shall authorize the rectification
under this Rule of amistake if, and only if, it is obvious to the
competent authority that, as at the applicable date under
paragraph (f), something else was intended than what appears
in the document concerned and that nothing else could have
been intended than the proposed rectification.
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(d) Inthe case of amistakein the description, claims or
drawingsor in acorrection or anendment thereof, the competent
authority shall, for the purposes of paragraph (c), only takeinto
account the contents of the description, claims and drawings
and, where applicable, the correction or amendment concerned.

(e) Inthe case of amistake in the request part of the
international application or acorrection thereof, or in adocument
referred to in paragraph (b)(iv), the competent authority shall,
for the purposes of paragraph (c), only take into account the
contents of the international application itself and, where
applicable, the correction concerned, or the document referred
to in paragraph (b)(iv), together with any other document
submitted with the request, correction or document, asthe case
may be, any priority document in respect of the international
application that is available to the authority in accordance with
the Administrative Instructions, and any other document
contained in the authority’s international application file at the
applicable date under paragraph (f).

(f) The applicable date for the purposes of paragraphs (c)
and (e) shall be:

(i) inthecase of amistakein apart of the international
application as filed—the international filing date;

(ii) inthe case of amistake in a document other than
theinternational application asfiled, including amistake in a
correction or an amendment of theinternationa application—the
date on which the document was submitted.

(9) A mistake shall not be rectifiable under this Ruleif:

(i) themistakeliesin the omission of one or more entire
elements of the international application referred to in Article
3(2) or one or more entire sheets of theinternational application;

(ii) the mistakeisin the abstract;

(iii) the mistakeisin an amendment under Article 19,
unless the International Preliminary Examining Authority is
competent to authorize the rectification of such mistake under
paragraph (b)(iii); or

(iv) the mistakeisin apriority claim or in anotice
correcting or adding a priority claim under Rule 26 bis.1(a),
where the rectification of the mistake would cause a changein
the priority date;

provided that this paragraph shall not affect the operation of
Rules 20.4, 20.5, 26 bis and 38.3.

(h) Wherethereceiving Office, theInternational Searching
Authority, the International Preliminary Examining Authority
or the International Bureau discovers what appearsto be a
rectifiable obvious mistake in the international application or
another document, it may invite the applicant to request
rectification under this Rule.

91.2 Requestsfor Rectification

A request for rectification under Rule 91.1 shall be submitted
to the competent authority within 26 months from the priority
date. It shall specify the mistake to be rectified and the proposed
rectification, and may, at the option of the applicant, contain a
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brief explanation. Rule 26.4 shall apply mutatis mutandis asto
the manner in which the proposed rectification shall beindicated.

91.3 Authorization and Effect of Rectifications

(8) Thecompetent authority shall promptly decide whether
to authorize or refuse to authorize arectification under Rule 91.1
and shall promptly notify the applicant and the I nternational
Bureau of the authorization or refusal and, in the case of refusal,
of the reasons therefor. The International Bureau shall proceed
as provided for in the Administrative Instructions, including, as
required, notifying the receiving Office, the International
Searching Authority, the International Preliminary Examining
Authority and the designated and elected Offices of the
authorization or refusal.

(b) Wherethe rectification of an obvious mistake has been
authorized under Rule 91.1, the document concerned shall be
rectified in accordance with the Administrative Instructions.

(c) Wheretherectification of an obvious mistake has been
authorized, it shall be effective:

(i) inthe case of amistaeke in theinternational
application asfiled, from the international filing date;

(ii) inthe case of amistakein a document other than
the international application asfiled, including amistake in a
correction or an amendment of the international application,
from the date on which that document was submitted.

(d) Where the competent authority refuses to authorize a
rectification under Rule 91.1, the International Bureau shall,
upon request submitted to it by the applicant within two months
from the date of the refusal, and subject to the payment of a
special fee whose amount shall be fixed in the Administrative
Instructions, publish the request for rectification, the reasons
for refusal by the authority and any further brief comments that
may be submitted by the applicant, if possible together with the
international application. A copy of the request, reasons and
comments (if any) shall if possible be included in the
communication under Article 20 where the international
application is not published by virtue of Article 64(3).

(e) The rectification of an obvious mistake need not be
taken into account by any designated Office in which the
processing or examination of the international application has
already started prior to the date on which that Office is notified
under Rule 91.3(a) of the authorization of the rectification by
the competent authority.

(f) A designated Office may disregard arectification that
was authorized under Rule 91.1 only if it findsthat it would not
have authorized the rectification under Rule 91.1 if it had been
the competent authority, provided that no designated Office
shall disregard any rectification that was authorized under Rule
91.1 without giving the applicant the opportunity to make
observations, within atime limit which shall be reasonable under
the circumstances, on the Office'sintention to disregard the
rectification.

Obvious mistakesin the international application or
other papers submitted by the applicant may
generally be rectified under PCT Rule 91, if the
rectification is authorized, as required, within the
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applicable time limit. Any such rectification is free
of charge. The omission of entire sheets of the
international application cannot be rectified under
PCT Rule91. Correction of such mistakes may only
be made in accordance with PCT Rule 20.6.
Mistakesin the abstract, in amendments under PCT
Article 19 (unless the International Preliminary
Examining Authority is competent to authorize the
rectification under PCT Rule 91.1(b)(iii)), or in a
priority claim or in a notice correcting or adding a
priority claim where the rectification would cause a
changein the priority, also cannot be rectified under
PCT Rule 91.

Applicants often attempt to rely upon the priority
application to establish abasis for obvious mistake.
The priority document (application) cannot be used
to support obvious mistake corrections to the
description, claims, or drawings or in a correction
or amendment thereof. The rectification is obvious
only in the sense that the competent authority (i.e.,
the receiving Office, the International Searching
Authority, the International Preliminary Examining
Authority, or the Internationa Bureau), as
appropriate, would immediately realize that
something else wasintended other than what appears
in the document and that nothing else could have
been intended than what is offered as rectification.
Examples of obvious mistakes that are rectifiable
include linguistic errors, spelling errors and
grammatical errors so long as the meaning of the
disclosure does not change upon entry of the
rectification. Changes to chemical or mathematical
formulas would not generally be rectifiable unless
they would be common knowledge to anyone. A
missing chemical formula or missing line of text
would not be considered to be an obvious mistake
subject to rectification.

Rectifications must be authorized:

(A) by the Receiving Officeif the mistakeisin
the request;

(B) by the International Searching Authority if
the mistakeisin the description, claims, or drawings
or in acorrection thereof or in any paper submitted
to that Authority, unlessthe International Preliminary
Examining Authority is competent;

(C) by theInternational Preliminary Examining
Authority if the mistakeisin the description, claims,
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or drawings or in a correction thereof, or in an
amendment under Article 19 or 34, or in any paper
submitted to that Authority, where a demand for
Chapter 11 examination has been filed and has not
been withdrawn and the date on which international
preliminary examination shall start in accordance
with PCT Rule 69.1 has passed;

(D) by the International Bureau if the mistake
isin any paper submitted to it other than the
international application or amendments or
correctionsto the application.

The request for rectification must be addressed to
the authority competent to authorize the rectification.
It must be filed within 26 months from the priority
date.

The International Searching Authority informs the
applicant of the decison by use of Form
PCT/1ISA/217, while the International Preliminary
Examining Authority informs the applicant of the
decision regarding the authorization or refusa to
authorize the rectification of obvious mistakes by
use of Form PCT/IPEA/412.

1837 - 1839 [Reserved]

1840 Thelnternational SearchingAuthority
[R-01.2024]

35 U.S.C. 362 International SearchingAuthority and
International Preliminary Examining Authority.

(8 The Patent and Trademark Office may act asan
International Searching Authority and International Preliminary
Examining Authority with respect to international applications
in accordance with the terms and conditions of an agreement
which may be concluded with the International Bureau, and
may dischargeall duties required of such Authorities, including
the collection of handling fees and their transmittal to the
International Bureau.

(b) Thehandling fee, preliminary examination fee, and any
additional fees due for international preliminary examination
shall be paid within such time as may be fixed by the Director.

37 CFR 1.413 The United States | nternational Searching
Authority.

(a) Pursuant to appointment by the Assembly, the United
States Patent and Trademark Office will act as an International
Searching Authority for international applicationsfiled in the
United States Receiving Office and in other Receiving Offices
as may be agreed upon by the Director, in accordance with the
agreement between the Patent and Trademark Office and the
International Bureau (PCT Art. 16(3)(b)).
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(b) The Patent and Trademark Office, when acting as an
International Searching Authority, will be identified by the full
title“ United States International Searching Authority” or by the
abbreviation “1SA/US.”

(c) The major functions of the International Searching
Authority include:

(1) Approving or establishing the title and abstract;
(2) Considering the matter of unity of invention;

(3) Conducting international and international -type
searches and preparing international and international-type
search reports (PCT Art. 15, 17 and 18, and PCT Rules 25, 33
to 45 and 47), and issuing declarations that no international
search report will be established (PCT Article 17(2)(a));

(4) Preparing written opinions of the | nternational
Searching Authority in accordance with PCT Rule43 bis (when
necessary); and

(5) Transmitting theinternational search report and the
written opinion of the International Searching Authority to the
applicant and the I nternational Bureau.

The United States Patent and Trademark Office
(USPTO) agreed to and was appointed by the PCT
Assembly, to act as an International Searching
Authority. As such an Authority, the primary
functions are to establish (1) international search
reports and (2) for international applications having
an international filing date on or after January 1,
2004, written opinions. See PCT Article 16 and PCT
Rule 43 bis.

Pursuant to an agreement concluded with the
International Bureau, the USPTO, asan International
Searching Authority, agreed to conduct international
searches and prepareinternational search reportsand
written opinions of the International Searching
Authority, for, in addition to the United States of
America, Bahrain, Barbados, Brazil, Chile,
Dominican Republic, Egypt, Georgia, Guatemala,
India, Israel, Jordan, Mexico, New Zealand, Oman,
Panama, Peru, Philippines, Qatar, Saint Kitts and
Nevis, Saint Lucia, Saint Vincent and the
Grenadines, South Africa, Thailand, and Trinidad
and Tobago. The agreement stipulated the English
language and specified that the subject matter to be
searched is that which is searched or examined in
United States national applications.
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. TRANSMITTAL OF THE SEARCH COPY TO
THE INTERNATIONAL SEARCHING
AUTHORITY

The “search copy” is transmitted by the Receiving
Officeto the Internationa Searching Authority (PCT
Article 12(1)), the details of the transmittal are
provided in PCT Rule 23.

[I. THE MAIN PROCEDURAL STEPSIN THE
INTERNATIONAL SEARCHING AUTHORITY

The main procedural steps that any international
application goes through in the International
Searching Authority are (1) the making of the
international search (PCT_Article 15), (2) the
preparing of the international search report (PCT
Article 18 and PCT Rule 43) and (3) for international
applications having an international filing date on
or after January 1, 2004, the preparing of a written
opinion of the International Searching Authority
(PCT Rule 43 bis).

[1l. COMPETENT INTERNATIONAL SEARCHING
AUTHORITY

In respect of international applicationsfiled with the
U.S. Receiving Office, the United States
International Searching Authority is competent to
carry out the international search (PCT Article 16,
PCT Rules 35 and 36, 35 U.S.C. 362 and 37 CFR
1.413). The European Patent Office (EPO), the
Korean Intellectual Property Office (KIPO), the
Australian Patent Office (IP Australia) (IPAU), the
Israel Patent Office (ILPO), the Japan Patent Office
(JPO), and the Intellectual Property Office of
Singapore (IPOS) may also be competent to carry
out the international search (PCT Article 16, PCT
Rules 35 and 36) for international applicationsfiled
with the U.S. Receiving Office. The choice of
International Searching Authority (ISA) must be
made by the applicant on filing the international
application. See MPEP 88 1840.01 - 1840.07 for
further information regarding the competency of the
EPO, KIPO, IPAU, ILPO, JPO, and IPOS as an
International Searching Authority for applications
filed by U.S. nationals or residentsin the USPTO or
inthe International Bureau (I1B) asreceiving Office.
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The international search fee for the selected ISA
must be paid to the USPTO as a receiving Office
within one month from the time of receipt of the
international application. The search fee amounts
for the competent International Searching Authorities
are found in each weekly edition of the Official
Gazettein United States dollars. The search fee will
change as costs and exchange rates require. If
exchange rates fluctuate significantly, the fee may
change frequently. Notice of changes will be
published in the Official Gazette shortly before the
effective date of any change.

If the selected ISA considers that the international
application does not comply with the requirement
of unity of invention as set forth in PCT Rule 13,
the ISA may invite applicantsto timely pay directly
toit an additional search feein the currency accepted
by the |SA for each additional invention.

1840.01 The European Patent Office asan
International Searching Authority
[R-10.2019]

Since October 1, 1982, the European Patent Office
(EPO) has been available as an International
Searching Authority for PCT applications filed by
U.S. nationals or residents in the U.S. Patent and
Trademark Office (USPTO) as receiving Office or
inthe International Bureau (1B) asreceiving Office.
The original announcement appearedin the Official
Gazette at 1022 OG 52 on September 28, 1982. An
announcement modifying the original arrangement
with the EPO appeared in the Official Gazette at
1412 OG 61 on March 10, 2015.

For any limitations or restrictions with the EPO as
an ISA, please refer to the PCT Information section
of the Official Gazette found on the USPTO’s
website (www.uspto.gov/lear ning-and-r esour ces/

official-gazette).

For additional information, e.g., subject matter
limitations, additional search fees, cited documents,
etc., pleaserefer to Annex D of the PCT Applicant’s
Guide found on WIPO’'s website
(www.wipo.int/pct/en/guide/index.html).
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1840.02 The Korean Intellectual Property
Office asan International Searching
Authority [R-10.2019]

Since January 1, 2006, the Korean Intellectual
Property Office (KIPO) has been available as an
International  Searching Authority for PCT
applications filed by U.S. nationals or residents in
the U.S. Patent and Trademark Office (USPTO) as
receiving Office or in the International Bureau (IB)
as receiving Office. The announcement appeared in
the Official Gazette at 1302 OG 1261 on January
17, 2006.

For any limitations or restrictions with the KIPO as
an | SA, pleaserefer to the PCT Information section
of the Official Gazette found on the USPTO's
website (www.uspto.gov/lear ning-and-r esour ces/

official-gazette).

For additional information, e.g., subject matter
limitations, additional search fees, cited documents,
etc., pleaserefer to Annex D of the PCT Applicant’s
Guide found on WIPQO’s website
(www.wipo.int/pct/en/guide/index.html).

1840.03 TheAustralian Patent Office (IP
Australia) as an International Searching
Authority [R-10.2019]

Since November 1, 2008, the Australian Patent
Office (IP Australia) has been available as an
International Searching Authority (ISA) for PCT
applications filed by U.S. nationals or residents in
the U.S. Patent and Trademark Office (USPTO) as
receiving Office or in the International Bureau (IB)
as receiving Office. The origina announcement
appeared in the Official Gazette at 1337 OG 265 on
December 23, 2008. An announcement modifying
the arrangement with |P Australia appeared in the
Official Gazette at 1409 OG 302 on December 30,
2014.

For any limitations or restrictions with IP Australia
as an ISA, please refer to the PCT Information
section of the Official Gazette found on the
USPTO's website (www.uspto.gov/
lear ning-and-r esour ces/official-gazette).
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For additional information, e.g., subject matter
limitations, additional search fees, cited documents,
etc., pleaserefer to Annex D of the PCT Applicant’s
Guide found on WIPO’'s website
(www.wipo.int/pct/en/guide/index.html).

1840.04 [Reserved]

1840.05 Thelsrael Patent Office (ILPO) as
an International Searching Authority
[R-10.2019]

Since October 1, 2014, the Israel Patent Office
(ILPO) has been available as an International
Searching Authority (ISA) for PCT applicationsfiled
by U.S. nationals or residentsin the U.S. Patent and
Trademark Office (USPTO) as receiving Office or
inthe International Bureau (1B) asreceiving Office.
Theoriginal announcement appearedin the Official
Gazette at 1408 OG 52 on November 4, 2014. An
announcement modifying the arrangement with the
ILPO appeared in the Official Gazette at 1432 OG
264 on November 22, 2016.

For any limitations or restrictions with the ILPO as
an ISA, please refer to the PCT Information section
of the Official Gazette found on the USPTO’s
website (www.uspto.gov/lear ning-and-r esour ces/

official-gazette).

For additional information, e.g., subject matter
limitations, additional search fees, cited documents,
etc., pleaserefer to Annex D of the PCT Applicant’s
Guide found on WIPO’'s website
(www.wipo.int/pct/en/guide/index.html).

1840.06 The Japan Patent Office (JPO) as
an International Searching Authority
[R-10.2019]

Since July 1, 2015, the Japan Patent Office (JPO)
has been available as an International Searching
Authority (ISA) for PCT applications filed by U.S.
nationals or residents in the U.S. Patent and
Trademark Office (USPTO) as receiving Office or
inthe International Bureau (1B) asreceiving Office.
The original announcement appearedin the Official
Gazette at 1417 OG 63 on August 4, 2015. An
announcement modifying the arrangement with the
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JPO appeared in the Official Gazette at 1454 OG 51
on September 4, 2018.

For any limitations or restrictions with the JPO as
an | SA, pleaserefer to the PCT Information section
of the Official Gazette found on the USPTO's
website (www.uspto.gov/lear ning-and-r esour ces/

official-gazette).

For additional information, e.g., subject matter
limitations, additional search fees, cited documents,
etc., pleaserefer to Annex D of the PCT Applicant’s
Guide found on WIPQO’'s website
(www.wipo.int/pct/en/guide/index.html).

1840.07 TheIntellectual Property Office of
Singapore (IPOS) as an International
Searching Authority [R-10.2019]

SinceApril 1, 2016, the Intellectual Property Office
of Singapore (IPOS) has been available as an
International Searching Authority (ISA) for PCT
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applications filed by U.S. nationals or residents in
the U.S. Patent and Trademark Office (USPTO) as
receiving Office or in the International Bureau (IB)
as receiving Office. The announcement appeared in
the Official Gazette at 1425 OG 190 on April 19,
2016.

For any limitations or restrictions with the IPOS as
an ISA, please refer to the PCT Information section
of the Official Gazette found on the USPTO’s
website (www.uspto.gov/lear ning-and-r esour ces/

official-gazette).

For additional information, e.g., subject matter
limitations, additional search fees, cited documents,
etc., pleaserefer to Annex D of the PCT Applicant’s
Guide found on WIPO’'s website
(www.wipo.int/pct/en/guide/index.html).

1841 [Reserved]

1842 Basic Flow Under the PCT [R-10.2019]
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PCT TIMELINE

International publication
iyt

National/Regional/
PCT filing/
(priority date)

International search
report (ISR) and
written opinion (WO)

__________________

ofISA .
PCT filing
v v v ooV
(months) 0 12 16 18
| |

§1842

Request for
supplementary international
search (optional)

Supplementary
international
search report (SISR)

___________________

30 National

: ; phase entry
v \a
22 28

| I

2 months from ISR:
filing of claims
amendments (optional)

_______________________

Filing of demand and Article 34 ‘

A 0
i 1 IB communicates
3 IPRP (Chapter II) IPRP (Chapter I or 1)

established to DOs/EQOs

amendments and/or arguments :

(optional)

I. MEASURING TIME LIMITSUNDER THE PCT

Time limits under the PCT are measured from the
“priority date” of the application. The priority date
for the purposes of computing time limitsis defined
in PCT _Article 2(xi). Where an international
application does not contain any priority claim under
PCT Article 8, the internationa filing date is
considered to be the priority date.

I[I. INTERNATIONAL FILING DATE

An international application under the Patent
Cooperation Treaty is generaly filed within 12
months after the filing of the first application
directed to the same subject matter, so that priority
may be claimed under PCT Article 8 and Article 4
of the Stockholm Act of the Paris Convention for
the Protection of Industrial Property. PCT Article
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WIPO  PCT
The International
Patent System

11 specifies the elements required for an
international application to be accorded an
international filing date.

1. ESTABLISHMENT OF THE INTERNATIONAL
SEARCH REPORT AND WRITTEN OPINION OF
THE INTERNATIONAL SEARCHING
AUTHORITY

Asprovided in PCT Rule 42 and PCT Rule 43 his,
thetimelimit for establishing theinternational search
report (or a declaration that no international search
report will be established) and written opinion is
three months from the receipt of the search copy by
the International Searching Authority, or nine months
from the priority date, whichever time limit expires
later.
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V. INTERNATIONAL PUBLICATION

Under PCT Article 21, theinternational publication
of the international application by the International
Bureau shall be effected promptly after the expiration
of 18 months from the priority date of that
application.

V. SUPPLEMENTARY INTERNATIONAL
SEARCH (SI9)

As provided in PCT Rule 45 bis, at any time prior
to the expiration of 22 monthsfrom the priority date,
the applicant can request one or more supplementary
international searches each to be carried out by an
International Searching Authority other than the
International Searching Authority which carries out
the main international search.

VI. DEADLINE FOR FILING THE DEMAND

International preliminary examination is optional.
A demand for international preliminary examination
must be filed prior to the expiration of whichever of
thefollowing periods expireslater: (A) three months
from the date of transmittal to the applicant of the
international search report and the written opinion;
or (B) 22 months from the priority date. Otherwise
the demand shall be considered asif it had not been
submitted and the International Preliminary
Examining Authority shall so declare. See PCT Rule
54. In order to take advantage of a national phase
entry time limit of at least 30 months from the
priority date in relation to all States designated in
theinternational application, it may be necessary to
file a demand before the expiration of 19 months
fromthe priority date. See subsectionVI1.A., below.

VII. DEADLINE FOR FILING COPY,
TRANSLATION, AND FEE IN NATIONAL STAGE
OFFICES

A listing of al national and regional offices, and the
corresponding time limits for entering the national
stage following PCT Chapter | and PCT Chapter |1,
may be found on WIPO's website at:
www.wipo.int/pct/en/textg/time limits.html.
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A. National Stage Entry Following PCT Chapter |

PCT Article 22(1) was amended, effective April 1,
2002, to specify that the national stage requirements
are due not later than at the expiration of 30 months
from the priority date if no demand has been filed.
Prior to April 1, 2002, PCT Article 22(1) specified
that these requirements were due not later than at
the expiration of 20 months from the priority date.
See www.wipo.int/pct/en/texts/time limits.html
for alist of the Contracting States that have not yet
changed their national laws to adopt the 30 month
period now set forth in PCT Article 22(1). (At the
time of publication of this Chapter, only two
countries have not adopted Article 22(1) asamended:
Luxembourg (LU) and the United Republic of
Tanzania (TZ). It is noted that Luxembourg is
included in the regional designation “EPO” and that
the United Republic of Tanzaniais included in the
regional designation “ARIPO.”)

B. National Stage Entry Following PCT Chapter 11

If the election of a Contracting State has been
effected by filing a demand prior to the expiration
of the 19th month from the priority date, the
provisions of Article 39 apply rather than the
provisions of Article 22. The deadline for filing the
national stage requirementsunder PCT Article 39(a)
is 30 monthsfrom the priority date, but any national
law may fix time limits which expire later than the
time limit provided in PCT Article 39(a). See PCT
Article 39(b) and the list of time limits found on
WIPO's website at www.wipo.int/pct/en/texts/
time_limits.html.

1843 ThelInternational Search [R-07.2015]

PCT Article 17
Procedure Before the I nternational Searching Authority

(1) Procedure beforethe International Searching Authority
shall be governed by the provisions of this Treaty, the
Regulations, and the agreement which the International Bureau
shall conclude, subject to this Treaty and the Regulations, with
the said Authority.

@)
(a) If thelnternational Searching Authority considers:

(i) that the international application relatesto a
subject matter which the International Searching Authority is
not required, under the Regulations, to search, and in the
particular case decides not to search, or
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(ii) that the description, the claims, or the drawings,
fail to comply with the prescribed requirementsto such an extent
that a meaningful search could not be carried out, the said
Authority shall so declare and shall notify the applicant and the
International Bureau that no international search report will be
established.

(b) If any of the situations referred to in subparagraph
(a) isfound to exist in connection with certain claims only, the
international search report shall so indicate in respect of such
claims, whereas, for the other claims, the said report shall be
established as provided in Article 18.

©)

(@) If the International Searching Authority considers
that the international application does not comply with the
requirement of unity of invention as set forth in the Regulations,
it shall invite the applicant to pay additional fees. The
International Searching Authority shall establish theinternational
search report on those parts of the international application
whichrelateto theinvention first mentioned in the claims (“main
invention”) and, provided the required additional fees have been
paid within the prescribed time limit, on those parts of the
international application which relate to inventions in respect
of which the said fees were paid.

(b) The national law of any designated State may
provide that, where the national Office of the State finds the
invitation, referred to in subparagraph (@), of the International
Searching Authority justified and where the applicant has not
paid al additional fees, those parts of the international
application which consequently have not been searched shall,
asfar as effects in the State are concerned, be considered
withdrawn unless a specia feeis paid by the applicant to the
national Office of that State.

PCT Rule 43 bis
Written Opinion of the I nternational Searching Authority
43 bhis.1 Written Opinion

(8) Subject to Rule69.1(b- bis) , the International Searching
Authority shall, at the sametime as it establishes the
international search report or the declaration referredtoin Article
17(2)(a), establish awritten opinion asto:

(i) whether the claimed invention appears to be novel,
to involve an inventive step (to be non-obvious), and to be
industrially applicable;

(ii) whether theinternational application complieswith
the requirements of the Treaty and these Regulationsin so far
as checked by the International Searching Authority.

The written opinion shall also be accompanied by such other
observations as these Regulations provide for.

(b) For the purposes of establishing the written opinion,
Articles 33(2) to (6) and 35(2) and (3) and Rules 43.4, 43.6 bis
,64, 65, 66.1(¢), 66.7, 67, 70.2(b) and (d), 70.3, 70.4(ii), 70.5(a),
70.6t0 70.10, 70.12, 70.14 and 70.15(a) shall apply mutatis
mutandis.

(c) Thewritten opinion shall contain a notification
informing the applicant that, if ademand for international
preliminary examination is made, the written opinion shall,
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under Rule 66.1 bis(a) but subject to Rule 66.1 bis(b), be

considered to be awritten opinion of the | nternational
Preliminary Examining Authority for the purposes of Rule
66.2(a), in which case the applicant is invited to submit to that
Authority, before the expiration of the time limit under Rule
54 bis.1(a), awritten reply together, where appropriate, with
amendments.

Theinternational search is athorough, high quality
search of the most relevant resources. Upon
completion of the international search an
international search report is established. Thereport
provides information on the relevant prior art to the
applicant, the public, the designated Offices, and the
International Preliminary Examining Authority.

PCT Article 15 describes the objective of the
international search, i.e., to uncover relevant prior
art, and also describes the international -ty pe search.
It should be noted generally that an international -type
searchisperformed on all U.S. national applications
filed after June 1, 1978.

The written opinion indicates whether the claimed
invention appearsto be novel, to involve an inventive
step (to be non-obvious), and to be industrialy
applicable. The written opinion also indicates any
defects in the form or content of the international
application under the PCT Articles or Regulations.
In addition, the written opinion includes any
observations that the International Searching
Authority wishes to make on the clarity of the
claims, the description, and the drawings, or on the
question of whether the claims are fully supported
by the description.

1843.01 Prior Art for Chapter | Processing
[R-10.2019]

PCT Rule 33
Relevant Prior Art for the I nternational Search
33.1 Relevant Prior Art for the I nternational Search

(a) For the purposesof Article 15(2), relevant prior art shall
consist of everything which has been made available to the
public anywhere in the world by means of written disclosure
(including drawings and other illustrations) and which is capable
of being of assistancein determining that the claimed invention
isor isnot new and that it does or does not involve an inventive
step (i.e., that it is or is not obvious), provided that the making
available to the public occurred prior to the international filing
date.

(b) When any written disclosurerefersto an oral disclosure,
use, exhibition, or other means whereby the contents of the
written disclosure were made available to the public, and such
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making available to the public occurred on a date prior to the
international filing date, the international search report shall
separately mention that fact and the date on which it occurred
if the making available to the public of the written disclosure
occurred on adate which is the same as, or |later than, the
international filing date.

(c) Any published application or any patent whose
publication date is the same as, or later than, but whose filing
date, or, where applicable, claimed priority date, is earlier than
the international filing date of the international application
searched, and which would constitute relevant prior art for the
purposes of Article 15(2) had it been published prior to the
international filing date, shall be specially mentioned in the
international search report.

33.2 Fieldsto Be Covered by the International Search

(8 Theinternational search shall cover al those technical
fields, and shall be carried out on the basis of al those search
files, which may contain material pertinent to the invention.

(b) Consequently, not only shall the art in which the
invention is classifiable be searched but also analogous arts
regardless of where classified.

(c) The question what arts are, in any given case, to be
regarded as analogous shall be considered in the light of what
appears to be the necessary essential function or use of the
invention and not only the specific functions expressly indicated
in the international application.

(d) Theinternational search shall embrace all subject matter
that is generally recognized as equivalent to the subject matter
of the claimed invention for all or certain of its features, even
though, in its specifics, the invention as described in the
international application is different.

33.3 Orientation of the International Search

(@) International search shall be made on the basis of the
claims, with due regard to the description and the drawings (if
any) and with particular emphasis on the inventive concept
towards which the claims are directed.

(b) Insofar as possible and reasonable, the international
search shall cover the entire subject matter to which the claims
are directed or to which they might reasonably be expected to
be directed after they have been amended.

PCT Rule 64
Prior Art for International Preliminary Examination
64.1 Prior Art

(a) For the purposes of Article 33(2) and (3), everything
made available to the public anywhere in the world by means
of written disclosure (including drawings and other illustrations)
shall be considered prior art provided that such making available
occurred prior to the relevant date.

(b) For the purposes of paragraph (a), the relevant date shall
be:
(i) subjecttoitems(ii) and (iii), theinternational filing
date of the international application under international
preliminary examination;
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(ii) where theinternational application under
international preliminary examination claims the priority of an
earlier application and has an international filing date which is
within the priority period, the filing date of such earlier
application, unless the International Preliminary Examining
Authority considers that the priority claim is not valid;

(iif) where the international application under
international preliminary examination claims the priority of an
earlier application and has an international filing date which is
|ater than the date on which the priority period expired but within
the period of two months from that date, the filing date of such
earlier application, unless the International Preliminary
Examining Authority considers that the priority claim is not
valid for reasons other than the fact that the international
application has an internationa filing date which islater than
the date on which the priority period expired.

64.2 Non-Written Disclosures

In cases where the making available to the public occurred by
means of an oral disclosure, use, exhibition or other non-written
means (“non-written disclosure”) before the relevant date as
defined in Rule 64.1(b) and the date of such non-written
disclosure is indicated in a written disclosure which has been
made available to the public on adate which is the same as, or
later than, the relevant date, the non-written disclosure shall not
be considered part of the prior art for the purposes of Article
33(2) and (3). Nevertheless, the international preliminary
examination report shal call attention to such non-written
disclosure in the manner provided for in Rule 70.9.

64.3 Certain Published Documents

In cases where any application or any patent which would
congtitute prior art for the purposes of Article 33(2) and (3) had
it been published prior to the relevant date referred to in Rule
64.1 was published on adate which isthe same as, or later than,
the relevant date but was filed earlier than the relevant date or
claimed the priority of an earlier application which had been
filed prior to the relevant date, such published application or
patent shall not be considered part of the prior art for the
purposes of Article 33(2) and (3). Nevertheless, theinternational
preliminary examination report shall call attention to such
application or patent in the manner provided for in Rule 70.10.

The objective of the international search is to
discover relevant prior art (PCT _Article 15(2)).
“Prior art” consists of everything which has been
made available to the public anywhere in the world
by means of written disclosure (including drawings
and other illustrations); it is relevant in respect of
theinternational application if it is capable of being
of assistance in determining that the claimed
invention is or is not new and that the claimed
invention does or does not involve an inventive step
(i.e., that it is or is not obvious), and if the making
available to the public occurred prior to the
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international filing date for the purposes of the
international search report and prior to the earliest
validly claimed priority date for the purposes of the
written opinion of the International Searching
Authority. For further details, see PCT Rules 33,

43 bis.1(b) and 64.

A written disclosure, i.e., a document, is regarded
as made available to the public if, at the relevant
date, it was possible for members of the public to
gain access to the content of the document and to
acquire possession of the content of the document,
and there was no bar of confidentiality restricting
the use or dissemination of knowledge gained
thereby. Where the document only provides the
month or the year, but not the specific date, which
the document was made available to the public, the
content of the document is presumed to have been
made available to the public on the last day of that
month or that year, respectively, unless evidence is
provided to prove otherwise.

Prior art disclosure on the Internet or on an online
database is considered in the same manner as other
forms of written disclosure. Information disclosed
on the Internet or an online database is considered
to be publicly available as of the date the disclosure
was publicly posted. Where the examiner obtainsan
electronic document that establishes the publication
date for the Internet disclosure, he/she should make
a printout of this document, which must mention
both the URL of the relevant Internet disclosure and
the date of publication of that relevant Internet
disclosure. The examiner must then cite this printout
intheinternational searchreport asan“L” document
and cite the relevant Internet disclosure according
to the relevance of its content (“X”, “Y”, “A”) and
according to the date as established (“ X", “Y”, “A”,
“PX", “RBY”, “PA”, “E", etc.). See MPEP_§
1844.01, subsection VII. Where the examiner is
unable to establish the publication date of the
relevant Internet disclosure and it is relevant to the
inventive step and/or novelty of the claimed
invention, he/she should cite it in the international
search report as a category “L” document for those
claims which it would have affected if it were
published in time, giving the date the document was
printed out as its publication date.
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Examiners are also encouraged to cite prior art that
might be of assistance in determining whether other
requirementsarefulfilled, such as sufficient support
of the claims by the description and industria
applicability. The examiner should also note any
documents that may be of importance for other
reasons, such as documents putting doubt upon the
validity of any priority claimed, documents
contributing to abetter or more correct understanding
of the claimed invention, and documentsillustrating
the technologica background, but the examiner
should not spend time in searching for these
documents, nor the consideration of such matters
unless there is a special reason for doing so in a
particular case. Documents which do not qualify as
prior art becausethey post-date the claimed invention
may nevertheless be cited to show a universal fact,
such as characteristics or properties of amaterial, or
a specific scientific fact, or to show the level of
ordinary skill in the art. Furthermore, examiners
must recognize that different designated Offices may
have different definitions of what is the effective
date of prior art. Accordingly, when performing the
search, examiners should be mindful to pick out and
select for citation, where appropriate, prior art which
may be relevant in offices other than the one in
which they are situated. However, the examiner need
not expand the search beyond the standard search
parameters to discover such art. Where the search
has been performed and such potentialy relevant
prior art has been identified, examiners are
encouraged to, for example, cite all relevant art
published prior to the international filing date even
if that art and the international application under
consideration have common applicants and/or
inventors. As such, if the examiner is basing the
international search on a prior search performed in
aprior related U.S. national application, it may be
necessary for the examiner to review the prior art
published within the time period of the one year
preceding thefiling date of the prior U.S. application
for any written disclosures based on the applicant’s
own work that may have been published within that
time period. Any such documents are considered
prior art in an international application and are cited
on the international search report even though they
do not meet the definition of prior art in the prior
U.S. national application. A further objective of the
international searchisto avoid, or at least minimize,
additional searching at the national stage.
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The international search is made on the basis of the
claims, with due regard to the description and the
drawings (if any) contained in the international
application (PCT Article 15(3)) and should cover
the entire subject matter to which the claims are
directed or to which they might reasonably be
expected to be directed after they have been amended
(PCT Rule 33.3(b)).

The relevant date for the purpose of considering
prior art for the purposes of establishment of the
written opinion of the International Searching
Authority is defined in PCT Rule 64.1(b) as the
international filing date or, where the international
application contains a claim for priority, the date
provided in PCT Rule 64.1(b)(ii) - (iii). See MPEP

§1878.01(a).

In establishment of the written opinion, when
determining whether thereisinventive step, account
should be taken of what the applicant acknowledges
in his/her description as known. Such admissions
should be regarded as correct and used when
considering whether the claimed invention lacks
novelty and/or inventive step where appropriate.

A non-written disclosure such as an ora disclosure,
use, exhibition or other means of disclosure is not
relevant prior art for the purposes of the international
search unless it is substantiated by a written
disclosure made available to the public prior to the
international filing date and it is the written
disclosure which constitutes the prior art. However,
if the date on which the written disclosure was made
availableto the public was on or after the filing date
of theinternational application under consideration,
the search report should separately mention that fact
and the date on which the written disclosure was
available, even though such awritten disclosure does
not meet the definition of relevant prior art in the
international phase, so long as the non-written
disclosure was made available to the public on adate
prior to the internationa filing date since such a
non-written disclosure may be considered to be prior
art under national law in the national phase. See PCT
Rules 33.1(b), 64.2 and 70.9.
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DOCUMENTSAND DATABASES SEARCHED BY
THE INTERNATIONAL SEARCHING
AUTHORITY

TheInternationa Searching Authority must endeavor
to discover as much of the relevant prior art as its
facilities permit (PCT Article 15(4)), and, in any
case, must consult the so-called “minimum
documentation” (PCT Rule 34).

Even though completeness should be the ultimate
goal of the international search, this goal may at
times be difficult to obtain, because of such factors
as text search limitations and the inevitable
imperfections of any classification system and its
implementation. The examiner therefore consults
the appropriate minimum documentation and the
most relevant search resources for the technology,
including databases listed in the U.S. Search
Guidance index (available through the USPTO
Intranet website), and organizes the search effort
and utilizes the search time in such a manner as to
reduce to a minimum the possibility of failing to
discover existing highly relevant prior art, such as
art that fully anticipates any claims.

When conducting the search, it may be necessary to
make use of the Internet as a search tool. Where the
international application has not yet been published
at thetime of the search, there exists the danger that
search terms used in the search on non-secure
Internet search engines or in databases available on
the Internet may be observed by third parties.
Accordingly, al websites must be trested as
non-secure unless the Office has a commercial
arrangement with a service provider in order to
maintain confidentiality and a secure connection to
that website. Consequently, extreme caution must
be exercised when using the Internet as a search tool
where (asin most cases) the international application
has not yet been published. Where a relevant
database is accessible via the Internet, but an
aternative secure connection to the same database
is accessible, the secure connection must be used.
Where no secure connection to a database on the
Internet is available, the search may be conducted
on the Internet using generalized search terms
representing combinations of features that relate to
the claimed invention, which have aready been
shown to exist in the state of the art.
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1843.02 Certain Subject Matter Need Not
Be Sear ched [R-07.2022]

PCT Rule 39
Subject Matter under Article 17(2)(a)(i)
39.1 Definition

No International Searching Authority shall berequired to search
an international application if, and to the extent to which, its
subject matter is any of the following:

(i) scientific and mathematical theories,

(if) plant or animal varieties or essentially biological
processes for the production of plants and animals, other than
microbiological processes and the products of such processes,

(i) schemes, rules or methods of doing business,
performing purely mental acts or playing games,

(iv) methods for treatment of the human or animal body
by surgery or therapy, as well as diagnostic methods,

(v) mere presentations of information,

(vi) computer programs to the extent that the I nternational
Searching Authority is not equipped to search prior art
concerning such programs.

PCT Rule 66

Procedure Before the I nternational Preliminary Examining
Authority

66.1 Basisof the International Preliminary Examination

*kkk*k

(e) Claimsrelating to inventionsin respect of which no
international search report has been established need not be the
subject of international preliminary examination.

*kkkk

PCT Rule 67
Subject Matter Under Article 34(4)(a)(i)
67.1 Definition
No International Preliminary Examining Authority shall be
required to carry out an international preliminary examination

on aninternational application if, and to the extent to which, its
subject matter is any of the following:

(i) scientific and mathematical theories,

(if) plant or animal varieties or essentially biological
processes for the production of plants and animals, other than
microbiological processes and the products of such processes,

(i) schemes, rules, or methods of doing business,
performing purely mental acts, or playing games,

(iv) methods for treatment of the human or animal body
by surgery or therapy, as well as diagnostic methods,

(V) mere presentations of information,

(vi) computer programs to the extent that the International
Preliminary Examining Authority is not equipped to carry out
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an international preliminary examination concerning such
programs.

The USPTO has declared that it will search and
examine, in international applications, all subject
matter searched and examined in U.S. national
applications. However under PCT Rules 39,
43 bis.1(b), 66.1(e) and 67.1, no Internationa
Searching Authority is required to perform an
international search or to establish awritten opinion
concerning novelty, inventive step and industrial
applicability where the international application
relates to any of the following subject matters:

(A) Scientific and mathematical theories;

(B) Plant or animal varieties or essentially
biological processesfor the production of plantsand
animals, other than microbiological processes and
the products of such processes;

(C) Schemes, rules or methods of doing
business, performing purely mental acts or playing
games,

(D) Methods for treatment of the human or
animal body by surgery or therapy, aswell as
diagnostic methods;

(E) Mere presentation of information; and

(F) Computer programs to the extent the said
Authority is not equipped to search prior art
concerning such programs.

See PCT Rule 39. In addition, the examiner is not
required to search the international application, to
the extent that a meaningful search cannot be carried
out, in certain cases where anucleotide and/or amino
acid sequence listing isnot furnished in therequired
form, language and manner. See Administrative
Instructions Section 513(c). However, the U.S.
Patent and Trademark Office has declared that it will
search and examine all subject matter searched and
examined in U.S. national applications.

The applicant considering the filing of an
international application may be well advised not to
file one if the subject matter of the application falls
into one of the above mentioned aress. If the
applicant still doesfile, the International Searching
Authority may declare that it will not establish an
international search report. Accordingly, applicant
should take into consideration which International
Searching Authority (e.g., European Patent Office)
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is selected to conduct the international search. Itis
to be noted, nevertheless, that the lack of the
international search report in such casewill not have,
initself, any influence on the validity of the
international application and the latter’s processing
will continue, including its communication to the
designated Offices.

1843.03 No Search Required if ClaimsAre
Unclear [R-07.2022]

If the International Searching Authority considers
that the description, the claims, or the drawings fail
to comply with the prescribed requirements to such
an extent that a meaningful search could not be
carried out, it may declare that it will not establish
a search report (PCT Article 17(2)(a)(ii)). Further,
for applications having an international filing date
on or after January 1, 2004, if the International
Searching Authority considers that the description,
claims, or drawings are so unclear, or the claimsare
so inadequately supported by the description that no
meaningful opinion can be formed on the novelty,
inventive step (non-obviousness), or industrial
applicability of the claimed invention, the Authority
shall not go into these issues in its written opinion
with regard to the claims so affected (PCT Rules
43 bis.1(b) and 66.1(€)). For example, the examiner
may determine that a meaningful search cannot be
carried out or that no meaningful opinion can be
formed in certain cases where a nucleotide and/or
amino acid segquence listing is not furnished in the
required form, language and manner. See
Administrative Instructions Section 513(c) and
MPEP § 1848. Further, the examiner may determine
that a meaningful search cannot be carried out or
that no meaningful opinion can be formed for
improper multiple dependent claims (see PCT Rule

6.4(a)).

1843.04 Procedurefor ClaimsNot Required
To Be Searched and for ClaimsThat Are
Unclear [R-07.2015]

The International Searching Authority (1SA) may
declare that a meaningful search cannot be carried
out with respect to some of the claims only and/or
that only certain claimsrelate to subject matter which
the ISA is not required to and has decided not to
search. Where only some of the claims will not be
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searched, the ISA searches the remaining claims of
theinternational application. Any unsearched claims
and the reasons why those claims have not been
searched are indicated in Box No. Il of the
international search report (Form PCT/ISA/210).

If the examiner determines that none of the claims
will be searched, the examiner declares that no
search report will be established using Form
PCT/ISA/203. The lack of the international search
report will not, in itself, have any influence on the
validity of the international application and the
latter’s processing will continue, including its
communication to the designated Offices.

If theinternational application citesadocument that
is not published or otherwise not accessible to the
ISA and the document appears essential to a correct
understanding of the invention to the extent that a
meaningful international search would not be
possible without knowledge of the content of that
document, the ISA may postpone the search and
request that the applicant first provide first a copy
of the document, if possibleto do so within thetime
limitsfor the preparation of the international search
report of the ISA under the PCT. If no copy of the
document is received, the ISA should first attempt
to carry out the international search and then, if
necessary, indicate that no meaningful search could
be carried out in total or that the search needed to
be restricted.

The ISA establishes the written opinion of the
International Searching  Authority  (Form
PCT/ISA/237) at the same time it establishes either
theinternational search report (Form PCT/ISA/210)
or the declaration of non-establishment of the
international search report (Form PCT/ISA/203).
However, if the ISA determines that for any or all
claims (A) the international application relates to
subject matter for whichitisnot required to establish
awritten opinion concerning novelty, inventive step
and industrial applicability, (B) the description,
claims, or drawings, are so unclear, or the claimsare
so inadequately supported by the description, that
no meaningful opinion can beformed on the novelty,
inventive step, or industrial applicability, of the
claimed invention, or (C) the subject matter of the
clams relates to inventions for which no
international search report will be established, the
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ISA indicates, in Box No. 111 of the written opinion
of the International Searching Authority (Form
PCT/ISA/237), that no opinion with regard to
novelty, inventive step or industrial applicability
will be established with regard to those claims. In
most instancesit will be sufficient for the examiner
to (A) indicate that no international search report
has been established for the relevant claims as the
reason for not establishing an opinion on novelty,
inventive step, and industrial applicability and (B)
refer to theinternational search report or declaration
of non-establishment of the international search
report for further details.

1843.05 Time Limit for Establishing the

I nternational Search Report and theWritten
Opinion of the International Searching
Authority [R-07.2015]

Publication of the international application occurs
at 18 monthsfrom the earliest priority date or, where
there is no priority date, 18 months from the
international filing date. The international search
report is subject to international publication. For
international applications filed before July 1, 2014,
the written opinion of the International Searching
Authority (ISA) is not published but is made
available to the public after the expiration of 30
monthsfrom the priority date. Seeformer PCT Rule
44 ter. For international applicationsfiled on or after
July 1, 2014, the written opinion of the ISA and any
informal comments submitted by the applicant will
be made available to the public in their original
language as of the publication date. The Office goal
is to have the search report and written opinion
mailed in sufficient time to reach the International
Bureau by the end of 16 months from the priority
date or 9 months from the filing date if no priority
claimismade. Thisis necessary since the technical
preparations for publication are completed by 17.5
monthsfrom the earliest priority date. In view of the
treaty mandated publication and the time needed for
technical preparation, the Office sets time periods
for completion of the search report and the written
opinion which will ensure sufficient timeto complete
internal processing and review and achieve receipt
of the search report and the written opinion at the
International Bureau by the 16th month from the
priority date. See PCT Rule 42.1 and 43 bis.1(a).
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1844 ThelInternational Search Report
[R-07.2015]

PCT Article 18
The International Search Report

(1) Theinternational search report shall be established
within the prescribed time limit and in the prescribed form.

(2) Theinternational search report shall, as soon asit has
been established, be transmitted by the International Searching
Authority to the applicant and the International Bureau.

(3) Theinternational search report or the declaration
referred to in Article 17(2)(a) shall be trandated as provided in
the Regulations. The translations shall be prepared by or under
the responsibility of the International Bureau.

The results of the international search are recorded
in the international search report (Form
PCT/ISA/210), which, together with the written
opinion of the International Searching Authority
(Form PCT/ISA/237) is transmitted with Form
PCT/ISA/220. The search report will be published
by the International Bureau and, together with the
written opinion of the International Searching
Authority, will serve as a basis for examination of
the international application by the designated
Officesand the International Preliminary Examining
Authority.

The search report is only for the purpose of
identifying prior art and should not contain any
expressions of opinion, reasoning, argument or
explanation asto any cited prior art. Such comments
should be included in the written opinion of the
International Searching Authority.

The printed international search report form (Form
PCT/1SA/210) to be transmitted to the applicant and
to the International Bureau contains two main sheets
(“first sheet” and “second sheet”) to be used for all
searches. These two main sheets are intended for
recording the important features of the search such
as the fields searched and for citing documents
revealed by the search. The printed international
search report form also contains five optional
continuation sheets for use where necessary. They
are the: “continuation of first sheet (1))
“continuation of first sheet (2),” “continuation of
first sheet (3),” “continuation of second sheet” and
“patent family annex,” respectively. The patent
family annex sheet is not currently used by the
United States International Searching Authority since
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patent family information is not readily available to
the examiner. The “continuation of first sheet (1)”
isto be used only when theinternational application
includes a nucleotide and/or amino acid sequence
and indicates the basis on which the international
search was carried out, since the relevant listings
may be filed or furnished at different times and in
different forms. The* continuation of first sheet (2)”
isused where an indicationismade on thefirst sheet
that claimswere found unsearchable (item 2) and/or
unity of invention is lacking (item 3). The relevant
indications must then be made on that continuation
sheet. The “continuation of first sheet (3)” is to
contain the text of the abstract where an abstract or
an amended abstract has been established by the
International Searching Authority (item 5) and an
indication to that effect is made on the first sheet.
The “continuation of second sheet” is to be used
where the space on the second sheet is insufficient
for the citation of documents. Theform alsoincludes
an “extra sheet” which may be used whenever
additional spaceisrequired to completeinformation
from the other sheets.

It is to be noted that only the “second sheet”, the
“continuation of second sheet” (if any), the
“continuation of first sheet (2)” (if any), and the
“extra sheet” (if any), aswell as any separate sheet
with information on members of patent families, will
be the subject of international publication, as the
“first sheet,” “ continuation of first sheet (1)” (if any),
and the “continuation of first sheet (3)" (if any)
contain only information which will already appear
on the front page of the publication of the
international application (PCT Rule 48.2(b)).

CONTENTSOF THE INTERNATIONAL SEARCH
REPORT

The international search report (PCT_Rule 43)
contains, among other things, the citations of the
documents considered to berelevant (PCT Rule43.5
and Administrative Instructions Section 503), the
classification of the subject matter of the invention
(PCT_Rule 43.3 and Administrative Instructions
Section 504) and an indication of the fields searched
(PCT Rule 43.6). Citations of particular relevance
must be specially indicated (Administrative
Instructions Section 505); citations of certain special
categories of documents are aso indicated
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(Administrative Instructions Section 507); citations
which are not relevant to all the claims must be cited
in relation to the claim or claims to which they are
relevant (Administrative Instructions Section 508);
if only certain passages of the cited document are
particularly relevant, they must be identified, for
example, by indicating the page, the column or the
lines, where the passage appears (PCT Rule 43.5(g)).

1844.01 PreparingtheInternational Search
Report (Form PCT/ISA/210) [R-07.2022]

[Editor Note: This section discusses the July 2022
version of PCT/ISA/210. For international
applications having an internationd filing date before
July 1, 2022, information regarding form
PCT/1SA/210 (revised January 2019) may be found
in §1844.01 of the 10.2019 revision of the Ninth
Edition of the MPEP published June 2020 at:
www.uspto.gov/web/offices/pac/mpep/old/
mpep_E9R10.htm.]

The first sheet of the international search report
indicates the total number of sheets in the report.
The correct number is entered, not including sheets
that have not been filled-in (blank sheets). The
number of sheetsonly includesthe number of sheets
from Form PCT/ISA/210.

I. BASISOF THE REPORT
A. Box la-Language

In most circumstances, the first box under box lais
checked indicating that the search is carried out on
the basis of the international application in the
language in which it was filed. Alternatively, the
second box under box la is checked and an
indication of English made when the search is on
the basis of a trandlation of the international
application into English.

B. Box 1b — Rectification of an Obvious Mistake

Where the application includes the rectification of
an obvious mistake authorized by or notified to the
International Searching Authority under PCT Rule
91, box 1b of the first sheet is checked. The
authorization or notification will generaly be
indicated on a Notification of Decision Concerning
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Request for Rectification (Form PCT/RO/109 or
PCT/ISA/217) (see MPEP § 1836).

C. Box 1c And Box No. I —Nucleotide and/or Amino
Acid Sequence Listings

Where the application discloses any nucleotide
and/or amino acid sequence, box 1c of thefirst sheet
is checked and Box No. | (appearing on
“continuation of first sheet (1)”) indicates in items
l.aand 1.b whether the sequence listing was filed
as part of theinternational application or subsequent
to the international filing date for the purpose of
international search and whether it was accompanied
by the required statement to the effect that the
sequence listing does not go beyond the disclosure
in the international application as filed.

Item 2 indicates the report was established to the
extent that a meaningful search could be carried out
without aWIPO Standard ST.26 compliant sequence
listing. Item 3 indicates any additional comments.

1. BOX2AND BOX NO. Il —LIMITATION OF
THE SUBJECT OF THE INTERNATIONAL
SEARCH

The report indicates whether any clams are
unsearchablefor any of the reasonsindicated below.
If any such limitations of the subject of the search
are applied, the claims in respect of which a search
has not been carried out are identified and the
reasons for this are indicated. The three categories
where such limitations may arise are:

(A) claimsdrawn to subject matter not required
to be searched by the International Searching
Authority (see MPEP § 1843.02);

(B) clamsin respect of which ameaningful
search cannot be carried out (see MPEP § 1843.03);
and

(C) multiple dependent claims which do not
comply with PCT Rule 6.4(a) (see MPEP § 1843.03).

Where claimsare not searched for any of the reasons
identified in (A)-(C) above, box 2 of the first sheet
of the international search report is checked. In
addition, Box No. Il of theinternational search report
(on “continuation of first sheet (2)”) is completed,
giving the details.
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I11. BOX 3AND BOX NO. Il —=LACK OF UNITY
OF THE CLAIMED INVENTION

The report indicates whether the search is limited
dueto alack of unity of invention. If unity islacking,
the claimsin respect of which asearch has not been
carried out areidentified and the reasonsfor thisare
indicated.

Where lack of unity has been found (see MPEP
§ 1850), box 3 of the first sheet of the international
search report is checked. In addition, Box No. I11 of
the international search report (on “continuation of
first sheet (2)") iscompleted, irrespective of whether
an invitation to pay additional search feeshasissued.
The search report indicates the separate inventions
claimed in the application, whether additional search
feeswererequested and paid, and which claimswere
searched. It also indicates whether any additional
search fees were accompanied by a protest.

An explanation of the separate inventionsis entered
in the appropriate areain Box No. |11 (see MPEP §
1850).

If applicant paid al the required additional search
fees for additional inventions, the examiner should
check item 1 under Box No. Il indicating that the
international search report covers al searchable
claims.

If the examiner did not invite payment of additional
search fees, item 2 should be checked under Box.
No. Il and theinternational search report will cover
al searchable claims.

If, in response to a lack of unity of invention,
applicant paid only some of the required additional
search fees for additional inventions, the examiner
should check item 3 under Box No. Il1 and indicate
the claims for which fees were paid and therefore,
covered by the international search.

If, in response to a lack of unity of invention, no
required additional search fees were timely paid by
the applicant, then the international search report is
restricted to the invention first mentioned in the
claims. The examiner should check item 4 under
Box No. Il and indicate the claims limited to the
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first mentioned invention that are covered by the
international search report.

Regarding the three boxes indicating a Remark on
Protest, the first box would be checked if the
payment of any additiona search fees is
accompanied by a protest. The second box would
not be checked since the ISA/US does not require a
protest fee. The third box would be checked if the
payment of any additional search fees is not
accompanied by a protest. See MPEP_§ 1850,
subsection X., for adiscussion of protest procedure.

IV. TITLE,ABSTRACT, AND FIGURE FOR
PUBLICATION

The international application must contain an
abstract and a title. The examiner considers the
abstract (together with thetitle of the invention and
the figure of the drawings to be published with the
abstract) in relation to the requirements of the
Regulations under the PCT. The examiner indicates
approval or amendment of thetitle of the invention,
thetext of the abstract, and the selection of thefigure
that is to accompany the abstract in items 4 to 6 of
thefirst sheet of the international search report.

A. Box4-Title

PCT Rule4
The Request (Contents)

*hkkk*k

4.3 Title of the Invention

Thetitle of the invention shall be short (preferably from two to
seven words when in English or translated into English) and
precise.

*kkk*k

PCT Rule 37
Missing or Defective Title
37.1 Lack of Title

If the international application does not contain atitle and the
receiving Office has notified the International Searching
Authority that it hasinvited the applicant to correct such defect,
the International Searching Authority shall proceed with the
international search unless and until it receives notification that
the said application is considered withdrawn.

37.2 Establishment of Title

If the international application does not contain atitle and the
International Searching Authority has not received anotification
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from the receiving Office to the effect that the applicant has
been invited to furnish atitle, or if the said Authority finds that
the title does not comply with Rule 4.3, it shall itself establish
atitle. Such title shall be established in the language in which
theinternational applicationisto be published or, if atrandation
into another language was transmitted under Rule 23.1(b) and
the International Searching Authority so wishes, inthe language
of that trandation.

Thetitle must be short and precise (preferably from
two to seven words in English or when trandated
into English). Furthermore, the title should clearly
and concisely state the technical designation of the
invention. In this regard the following should be
taken into account:

(A) personal names or trade names or similar
terms of non-technical nature which do not serve to
identify the invention should not be used;

(B) theabbreviation “etc.,” being vague, should
not be used and should be replaced by an indication
of what it isintended to cover;

(C) titlessuch as“Method,” “Apparatus,”
“Chemical Compounds’ aloneor similar vaguetitles
do not clearly state the technical designation of the
invention and should not be used.

In general, the examiner is required to draft a new
title if the applicant failed to provide atitle or if the
titleis deficient because it does not comply with the
requirements of PCT Rule 4.3. The examiner is not
required to gain the applicant’s approval of the new
title established by the examiner.

On the first sheet of the international search report,
the examiner indicates thetitle text is approved (the
first box under Box 4) or has been established (the
second box under Box 4).

B. Box 5andBox 6 - Abstract and Figure for
Publication

PCT Rule 8
The Abstract
8.1 Contents and Form of the Abstract

(@) The abstract shall consist of the following:

(i) asummary of the disclosure as contained in the
description, the claims, and any drawings; the summary shall
indicate the technical field to which the invention pertains and
shall be drafted in away which allows the clear understanding
of thetechnical problem, the gist of the solution of that problem
through the invention, and the principal use or uses of the
invention;
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(ii) where applicable, the chemical formulawhich,
among all the formulae contained in theinternational application,
best characterizes the invention.

(b) Theabstract shall be as concise asthe disclosure permits
(preferably 50 to 150 wordsif itisin English or when translated
into English).

(c) Theabstract shall not contain statements on the alleged
merits or value of the claimed invention or on its speculative
application.

(d) Each main technical feature mentioned in the abstract
andillustrated by adrawing in theinternational application shall
be followed by areference sign, placed between parentheses.

8.2 Figure

(a) If the applicant fails to make the indication referred to
in Rule 3.3(a)(iii), or if the International Searching Authority
finds that afigure or figures other than that figure or those
figures suggested by the applicant would, among all the figures
of al the drawings, better characterize the invention, it shall,
subject to paragraph (b), indicate the figure or figures which
should accompany the abstract when the latter is published by
the International Bureau. In such case, the abstract shall be
accompanied by the figure or figures so indicated by the
International Searching Authority. Otherwise, the abstract shall,
subject to paragraph (b), be accompanied by thefigure or figures
suggested by the applicant.

(b) If the International Searching Authority findsthat none
of thefigures of the drawingsis useful for the understanding of
the abstract, it shall notify the International Bureau accordingly.
In such case, the abstract, when published by the International
Bureau, shall not be accompanied by any figure of the drawings
even where the applicant has made a suggestion under Rule
3.3(a)(iii).

*kkkk

PCT Rule 38
Missing or Defective Abstract
38.1 Lack of Abstract

If the international application does not contain an abstract and
the receiving Office has notified the International Searching
Authority that it hasinvited the applicant to correct such defect,
the International Searching Authority shall proceed with the
international search unless and until it receives notification that
the said application is considered withdrawn.

38.2 Establishment of Abstract

If the international application does not contain an abstract and
the International Searching Authority has not received a
notification from the receiving Office to the effect that the
applicant has been invited to furnish an abstract, or if the said
Authority finds that the abstract does not comply with Rule 8,
it shall itself establish an abstract. Such abstract shall be
established in thelanguagein which theinternationa application
isto be published or, if atrang ation into another language was
transmitted under Rule 23.1(b) and the International Searching
Authority so wishes, in the language of that translation.
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38.3 Modification of Abstract

The applicant may, until the expiration of one month from
the date of mailing of the international search report, submit to
the International Searching Authority:

(i) proposed modifications of the abstract; or

(ii) where the abstract has been established by the
Authority, proposed modifications of, or comments on, that
abstract, or both modifications and comments;

and the Authority shall decide whether to modify the abstract
accordingly. Where the Authority modifies the abstract, it shall
notify the modification to the International Bureau.

In general, the examiner will haveto establish anew
abstract if the applicant did not provide an abstract
or if the abstract does not comply with PCT Rule 8.
In determining the definitive contents of the abstract,
or establishing the text of the abstract anew where
it is missing, the examiner should take into
consideration the fact that the abstract is merely for
use astechnical information and, in particular, must
not be used for the purpose of interpreting the scope
of the protection sought. The abstract constitutes an
efficient instrument for the purpose of assisting the
scientist, engineer, or researcher in searching in the
particular technical field and should in particular
make it possible to assess whether thereis need for
consulting theinternational applicationitself. WIPO
guidelinesfor the preparation of abstracts are found
inWIPO Standard ST.12/A, which isavailablefrom
WIPO's website  (www.wipo.int/standards/
en/part_03_standards.html).

In considering the adequacy of the applicant’'s
abstract and figure, because of practical difficulties
experienced by the International Bureau with
publication, examiners should have particular regard
to the following:

(A) Itisimportant that the abstract be as concise
asthedisclosure permits (preferably 50 to 150 words
if itisin English or when trand ated into English).
Within this constraint the abstract must provide a
summary of the technical information about the
disclosure as contained in the description, claims,
and drawings. It should be drafted so as to serve as
an efficient scanning tool for searching purposesin
the art.

(B) Phrases should not be used which can be
implied, such as “This disclosure concerns,” “The
invention defined by this disclosure,” and “This
invention relates to.”
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(C) Only onefigure should normally be selected
unlessthiswould lead to inadequate disclosure. The
inclusion of more than two figures should not be
considered except in extreme circumstances where
necessary information cannot be otherwise conveyed.
Where none of the figuresis considered useful for
the understanding of the invention (even where the
applicant has suggested afigure), no figure should
be selected.

(D) Abstracts may be incomprehensible if the
numeral s of the sel ected figure(s) do not correspond
with those in the abstract. Thus, this should be
avoided.

(E) An absence of reference numbers on the
figures must be accepted as the examiner has no
mechanism to initiate their addition.

(F) Each main technical feature mentioned in
the abstract and illustrated by a drawing should be
followed by areference sign, placed between
parentheses.

In box 5 of thefirst sheet of the international search
report, the examiner indicates approval of the text
of the abstract by checking the first box. When the
text of the abstract ismissing or defective the second
box is checked and the new abstract is established
by entering the text of the new abstract. The defect
or reason for establishing the new abstract should
be indicated, e.g., too long or missing.

The applicant may submit modifications of the
abstract until the expiration of one month from the
date of mailing of the search report. If the examiner
establishesanew abstract, the applicant may propose
modifications of, and/or comment on, the new
abstract after it has been established in the
international search report. The applicant isallowed
one month from the date of mailing of the
international search report to respond to the
examiner's abstract in the report. If the applicant
does comment, the examiner takes the applicant’s
comments into consideration. It is not necessary for
the examiner to reply to the applicant’s comments
even if adverse. If the examiner decides to amend
the abstract established in the international search
report based on the proposed modifications and/or
comment, the International Bureau and the applicant
arenotified using Form PCT/ISA/205. See PCT Rule
38.3 and Administrative I nstructions Section 515.
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When indicating the figure to be published, the
applicant’ssuggestionisfoundin Box No. I X of the
request (Form PCT/RO/101). Where none of the
figuresisconsidered useful for the understanding of
the abstract, thisis indicated at the appropriate box
(box 6b of the first sheet of Form PCT/ISA/210).
When no drawings accompany the application, none
of the boxes are checked. Otherwise, box 6a is
checked and the reason for selecting thefigureto be
published is indicated, i.e., as suggested by the
applicant, as selected by the examiner because either
the applicant failed to suggest a figure in Box No.
IX of Form PCT/RO/101 or the figure better
characterizes the invention. It is not recommended
to select more than one figure; however, if it is
necessary to do so then the wording of the form
should be changed to reflect the change from single
caseto plural case. For example, “figure” ischanged
to “figures’, “is’ to “are” and “ No.” to “Nos.”.

V. BOX A - CLASSIFICATION OF SUBJECT
MATTER

The International Searching Authority assigns
obligatory International Patent Classification (1PC)
symbolsin accordance with the rules as set forth in
the Guideto the IPC and in the IPC itself (using the
edition of the IPC in force at the time), whereby the
technical subject of the invention of the application
isidentified. The International Searching Authority
then records the International Patent Classification
and the Cooperative Patent Classification (CPC) as
required by the ISA/USin Box A of the second sheet
of the international search report. The IPC Guide
can be accessed via the Patent Examiner’s Toolkit
under Classification Tools or via WIPO's website
(www.wipo.int/classifications/ipc/en/).

VI. BOX B - RECORDING THE SEARCH

The examiner records the search history in Box B
of the second sheet of theinternational search report.
In recording the search history of the international
search, the examiner lists the classification
identification of the fields searched. Examiners are
also encouraged to record the search history in
sufficient detail to allow examiners of national stage
applications to fully interpret and rely upon the
international search. This includes recording the
details of any patent and non-patent literature
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searches as well as searches conducted on the
Internet.

Where the international search report is entirely or
partly based on a previous search made for an
application relating to asimilar subject, the previous
application number and the relevant search history
consulted for this previous search is, where
appropriate, identified as having been consulted for
the international application in question, except in
thoseinstanceswhere the details of an earlier search
cannot be ascertained, or whenever it isimpractical
to record the full details of the earlier search. In the
later case, a summary of the earlier search should
beincluded. Where the previous application hasbeen
published, this information is recorded in the
international search report.

The USPTO in its capacity as the International
Searching A uthority makes a separate detailed search
history of record in the applications. These search
histories are mailed to applicants with the
international search report.

VII. BOX C-DOCUMENTSCONSIDERED TO BE
RELEVANT

The completion of Box C of the second sheet of the
international search report can be considered as
having three components. These are: (A) thecitation
category; (B) the citation of the document together
with identification of the relevant passages where
appropriate; and (C) the identification of relevant
claim numbers. The citation of multiple documents
showing the sameinventive elements should be kept
to aminimum. Further, when citing adocument, the
examiner should clearly indicate which portions of
the document are most relevant.

A. Citation Category

Documents which are cited are given a category
indication by way of an a phabetic character, details
of which are given in PCT Administrative
Instructions Sections 505 and 507 and below. The
categories for citations are also explained under the
“documents considered to be relevant” section of
the report. A category should always be indicated
for each document cited. Where needed,
combinations of different categories are possible.

1800-65

§1844.01

1. Particularly Relevant Documents

Where a document cited in the international search
report is particularly relevant, it is indicated by the
letters“X” or “Y”. Category “X” isapplicablewhere
adocument is such that when taken alone, aclaimed
invention cannot be considered novel or where a
document is such that when considered in light of
common general knowledge, a claimed invention
cannot be considered to involve an inventive step.
Category “Y” is applicable where a document is
such that a claimed invention cannot be considered
to involve an inventive step when the document is
combined with one or more other documents of the
same category, such combination being obvious to
aperson skilled in the art.

2. Documents Defining the State of the Art and Not
Prejudicing Novelty or I nventive Step

Where a document cited in the international search
report represents state of the art and isnot prejudicial
to the novelty or inventive step of the claimed
invention, it isindicated by the letter “A”.

3. DocumentsWhich Refer to a Non-Written
Disclosure

Where a document cited in the international search
report refers to a non-written disclosure referred to
in PCT Rule 33.1(b), the letter “O” is entered.
Examples of such disclosures include conference
proceedings. The document category “O” isalways
accompanied by a symbol indicating the relevance
of the document, for example: “O,X”, “O,Y”, or
“O,A”.

4. Intermediate Documents

Documents published on dates falling between the
date of filing of the application being searched and
the date of priority claimed, or the earliest priority
if there is more than one (see PCT Article 2(xi)(b)),
are denoted by the letter “P’. The letter “P’ isalso
given to a document published on the very day of
the earliest date of priority of the patent application
under consideration. The document category “P’ is
aways accompanied by a symbol indicating the
relevance of the document, for example: “PX”,
“BY”, or “BA”.
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5. Documents Relating to the Theory or Principle
Underlying the Invention

Where any document cited in the search report isa
document that may be useful for a better
understanding of the principle or theory underlying
the invention, or is cited to show that the reasoning
or the facts underlying the invention are incorrect,
itisindicated by the letter “T".

6. Potentially Conflicting Patent Documents

Any patent document bearing afiling or priority date
earlier than thefiling date of the application searched
(not the priority date) but published on or later than
that date and the content of which would constitute
prior art relevant to novelty (PCT Article 33(2)) is
indicated by the letter “E” (see PCT Administrative
Instructions Section 507(b) and PCT Rule 33.1(c)).

7. Documents Cited in the Application

When the search report cites documents already
mentioned in the description of the patent application
for which the search is carried out, such documents
aredenoted by theletter “D”. The document category
“D” is always accompanied by a symbol indicating
the relevance of the document, for example: “D, X",
“D,Y”,or“D,A”.

8. Documents Cited for Other Reasons

Wherein the search report any document iscited for
reasons other than those referred to in the foregoing
paragraphs (in particular as evidence), for example:

(A) adocument which may throw doubt on a
priority claim (Article 4(C)(4) of the Paris
Convention), or

(B) adocument cited to establish the publication
date of another citation,

the document is indicated by the letter “L”. Brief
reasons for citing the document should be given.
Documents of this type need not be indicated as
relevant to any particular claims. However, where
the evidence that they providerelatesonly to certain
claims (for example the “L” document cited in the
search report may invalidate the priority in respect

Rev. 01.2024, November 2024
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of certain claims and not others), then the citation
of the document should refer to those claims.

B. Citation of the Documents

Identification of any document should be made
according to WIPO Standard ST.14 (see PCT
Administrative Instructions Section 503). For “A”
citations it is not necessary to indicate the relevant
claims unless there is good reason to do so; for
examplewherethereisaclear lack of unity apriori
(see MPEP § 1850) and the citation isrelevant only
to aparticular claim or group of claims or when the
claims meet the criteria of novelty, inventive step,
and industrial applicability under PCT Article 33(2)
to (4) and the “A” category citations represent the
most relevant prior art. The box on the second sheet
of Form PCT/ISA/210 entitled “Further documents
listed are in the continuation of Box C” is checked
if a continuation sheet is used to list additional
documents that will not fit in the space provided in
Box C.

C. Reationship Between Documents and Claims

Each citation should include areferenceto the claims
to which it relates (see PCT Administrative
Instructions Section 508). If necessary, various
relevant parts of the document cited should each be
related to the claims in like manner (with the
exception of “L” documents and “A” documents).
Itisalso possiblefor the same document to represent
adifferent category with respect to different claims.
For example:

WO01990/001867 A (WIDEGREN LARS (SE)) 8
March 1990 (08-03-1990), figures 1 and 2

X1

Y 2-5

A 6-10

The above example means that Figures 1 and 2 of
the cited document disclose subject matter which
prejudices the novelty or inventive step of claim 1,

which prejudices the inventive step of claims 2-5
when combined with another document cited in the
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search report, and which represents non-prejudicial
state of the art for the subject matter of claims 6-10.

VIII. FINALIZATION OF THE SEARCH REPORT

The identification of the International Searching
Authority which established theinternational search
report and the date of actual completion, i.e., the
date on which the report was drawn up areindicated
at the bottom of the second sheet of theinternational
search report. The international search report will
be accompanied by a transmittal letter (Form
PCT/ISA/220) indicating the date the search report
was mailed to the applicant. See MPEP § 1845.02.

Pursuant to PCT Rule 43.8, theinternational search
report must indicate the name of the officer of the
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International Searching Authority responsible for
the report, i.e, the “authorized officer.” An
“authorized officer” is the person who actually
performed the search work and prepared the search
report, or another person who was responsible for
supervising the search. See PCT Administrative
Instructions Section 514. Thus, an examiner need
not have signatory authority in order to be named as
an authorized officer on the search report. However,
the “file copy” of the search report must be signed
by an examiner having at least partial signatory
authority.

The international search report should be mailed
within 3 months of receipt of the search copy or
within 9 months from the priority date, whichever
islater.
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PCT

INTERNATIONAL SEARCH REPORT
(PCT Article 18 and Rules 43 and 44)

Applicant’s or agent’s file reference FOR FURTHER ACTION
CMC-123-PCT see Form PCT/ISA/220 as well as, where applicable, item 5 below.
International application No. International filing date (day/month/vear) (Earliest) Priority Date (day/month/vear)
PCT/US2022/080008 10 March 2022 (10.03.2022) 10 March 2021 (10.03.2021)
Applicant

ACME FASTENER CORPORATION

This international search report has been prepared by this International Searching Authority and is transmitted to the applicant according
to Article 18. A copy is being transmitted to the International Bureau.

This international search report consists of a total of 4 sheets.
I:I Itis also accompanied by a copy of each prior art document cited in this report.

1. Basis of the report
a. With regard to the language, the international search was carried out on the basis of:
the international application in the language in which it was filed.

I:I a translation of the international application into which is the language of
a translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b)).

b. I:l This international search report has been established taking into account the rectification of an obvious mistake authorized
by or notified to this Authority under Rule 91 (Rule 43.6bis(a)).

[ D ‘With regard to any nucleotide and/or amino acid sequence disclosed in the intemational application, see Box No. I.

2. I:l Certain claims were found unsearchable (see Box No. II).
3 D Unity of invention is lacking (see Box No. III).

4. With regard to the title,
the text is approved as submitted by the applicant.
D the text has been established by this Authority to read as follows:

5. With regard to the abstract,
D the text is approved as submitted by the applicant.

D the text has been established, according to Rule 38.2, by this Authority as it appears in Box No. IV. The applicant may,
within one month fiom the date of mailing of this international search report, submit comments to this Authority.

6. With regard to the drawings,
a.  the figure of the drawings to be published with the abstract is Figure No. 3
m as suggested by the applicant.
I:I as selected by this Authority, because the applicant failed to suggest a figure.
I:I ag selected by this Authority, because this figure better characterizes the invention.
b. D none of the figures is to be published with the abstract.

Form PCT/ISA/210 (first sheet) (July 2022)
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INTERNATIONAL SEARCH REPORT International application No.

PCT/US2022/080008

Box No. II Observations where certain claims were found unsearchable (Continuation of item 2 of first sheet)

This international search report has not been established in respect of certain claims under Article 17(2)(a) for the following reasons:

1. D Claims Nos.:

because they relate to subject matter not required to be searched by this Authority, namely:

2. D Claims Nos.:

becauge they relate to parts of the international application that do not comply with the prescribed requirements to such an
extent that no meaningful international search can be carried out, specifically:

3. D Claims Nos.:

because they are dependent claims and are not drafted in accordance with the second and third sentences of Rule 6.4(a).

Box No. III  Observations where unity of invention is lacking (Continuation of item 3 of first sheet)

This International Searching Authority found multiple inventions in this international application, as follows:

Please See Continuation Sheet

1. ’Z{ As all required additional search fees were timely paid by the applicant, this international search report covers all searchable
claims.

2. D As all searchable claims could be searched without effort justifying additional fees, this Authority did not invite payment of
additional fees.

3. D As only some of the required additional search fees were timely paid by the applicant, this international search report covers
only those claims for which fees were paid, specifically claims Nos.:

4. D No required additional search fees were timely paid by the applicant. Consequently, this international search reportis restricted
to the invention first mentioned in the claims; itis covered by claims Nos.:

Remark on Protest D The additional search fees were accompanied by the applicant’s protest and, where applicable, the
payment of a protest fee.
D The additional search fees were accompanied by the applicant’s protest but the applicable protest
fee was not paid within the time limit specified in the invitation.
’Av‘ No protest accompanied the payment of additional search fees.

Form PCT/ISA/210 (continuation of first sheet (2)) (July 2022)
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INTERNATIONAL SEARCH REPORT

International application No.

PCT/US2022/080008

Al

CLASSIFICATION OF SUBIECT MATTER

IPC: B25C 5/06, 5/16 (2022.01)
CPC: B25C 5/06, 5/16

According to International Patent Classification (IPC) or to both national classification and IPC

B.

FIELDS SEARCHED

See Search History Document

Minimum documentation searched (classification system followed by classification symbols)

See Search History Document

Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched

See Search History Document

Electronic database consulted during the international search (name of database and, where practicable, search terms used)

C. DOCUMENTS CONSIDERED TO BE RELEVANT
Category™ Citation of document, with indication, where appropriate, of the relevant passages Relevant to ¢laim No.
X US 4,375,867 A (NOVAK et al.) 08 March 1983 (08.03.1983), 1and?2
- column 3, line 65 - column 4, line 49, and figureda | -ee-
Y 3 and 5-15
A 4and 16-20
Y US 4,183,453 A (BARRETT et al.) 15 January 1980 (15.01.1980), 3 and 5-10
column 1, lines 40-49:; column 2, line 40 - column 5, line 2; column 6,
line 34 - column 7, line 7; and figures 5-7
Y US 3,041,614 A (D'HAEM et al.) 03 July 1962 (03.07.1962), column 4, 11-15
line 76 - column 5, line 23

D Further documents are listed in the continuation of Box C.

D See patent family annex.

*

“p”

“p»
«pm

o »

“
wpn

Special categories of cited documents:

document defining the general state of the art which is not considered
to be of particular relevance

document cited by the applicant in the international application
earlier application or patent but published on or after the international
filing date

document which ng throw doubts on priority claim(s) or which
is cited to establish the publication date of another citation or other
special reason (as specified)

documentreferring to an oral disclosure, use, exhibition or other means
document published prior to the international filing date but later than
the priority date claimed

o

o

g

later document published after the international filing date or priority
date and not in conflict with the application but cited to understand
the principle or theory underlying the invention

docurnent of particular relevance; the claimed invention cannot be
considered novel or cannot be considered to involve an inventive step
when the document is taken alone

document of particular relevance; the claimed invention cannot
be considered to involve an inventive step when the document is
combined with one or more other such documents, such combination
being obvious to a person skilled in the art

document member of the same patent family

Date of the actual completion of the international search

05 July 2022 (05.07.2022)

Date of mailing of the international search report

08 July 2022 (08.07.2022)

Name and mailing address of the ISA/US
Mail Stop PCT, Attn: [SA/US
Commissioner for Patents
P.O. Box 1450 Alexandria, VA 22313-1450

Facsimile No. (571) 273-8300

Authorized officer

Patent Examiner

Telephone No. (571) 272-4300

Form PCT/ISA/210 (second sheet) (July 2022)
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INTERNATIONAL SEARCH REPORT

. ) International application No.
Information on patent family members niernational appueation Jo

PCT/US2022/080008

Box [II. OBSERVATIONS WHERE UNITY OF INVENTION IS LACKING

This application contains the following inventions or groups of inventions which are not so
linked as to form a single general inventive concept under PCT Rule 13.1. In order for all
inventions to be searched, the appropriate additional search fees must be paid.

Group I, claim(s) 1 and 2, drawn to an electromagnetic fastener driver with a safety interlock
to prevent actuation of the tool without the fastener output channel being pressed against a
work piece.

Group II, claim(s) 3 and 5, drawn to an electromagnetic fastener driver with means to prevent
the feeding of a fastener while the tool is being actuated.

Group III, claim(s) 6-10, drawn to an electromagnetic fastener driver with a control means to
provide for multiple driving strokes to be delivered to a single fastener with a single actuation
of the tool.

Group IV, claim(s) 11-15, drawn to an electromagnetic fastener driver with fastener anti-jam
means.

Group V, claim(s) 4 and 16-20, drawn to an electromagnetic fastener driver with means to
hold the fastener magazine in a predetermined position.

The inventions listed as Groups I-V do not relate to a single general inventive concept under
PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special
technical features for the following reasons: The special technical feature of the Group I
invention is the safety interlock to prevent actuation of the tool without the fastener output
channel being pressed against a work piece. The special technical feature of the Group 1T
invention is the means to prevent the feeding of a fastener while the tool 1s being actuated.
The special technical feature of the Group 11T invention 1s the control means to provide for
multiple driving strokes to be delivered to the same fastener with a single actuation of the
tool. The special technical feature of the Group IV invention is the fastener anti-jam means.
The special technical feature of the Group V invention is the means to hold the fastener
magazine in a predetermined position. None of these special technical features are common
to the other groups, nor do they correspond to a special technical feature in the other groups.
Therefore, unity of invention is lacking.

Form PCT/ISA/210 (extra sheet) (July 2022)
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1845 Written Opinion of the I nternational
Searching Authority [R-07.2015]

PCT Rule 43 bis.
Written Opinion of the I nternational Searching Authority
43 bis.1. Written Opinion

(a) Subjectto Rule 69.1(b- bis) , the International
Searching Authority shall, at the ssmetime asit establishes the
international search report or the declaration referredtoin Article
17(2)(a), establish awritten opinion asto:

(i) whether the claimed invention appears to be novel,
to involve an inventive step (to be non-obvious), and to be
industrially applicable;

(if) whether theinternational application complieswith
the requirements of the Treaty and these Regulationsin so far
as checked by the International Searching Authority.

The written opinion shall also be accompanied by such other
observations as these Regulations provide for.

(b) For the purposes of establishing the written opinion,
Articles 33(2) to (6) and 35(2) and (3) and Rules43.4, 43.6 bis
, 64, 65, 66.1(€), 66.7, 67, 70.2(b) and (d), 70.3, 70.4(ii), 70.5(a),
70.6t0 70.10, 70.12, 70.14 and 70.15(a) shall apply mutatis
mutandis.

(c) Thewritten opinion shall contain a notification
informing the applicant that, if ademand for international
preliminary examination is made, the written opinion shall,
under Rule 66.1 bis(a) but subject to Rule 66.1 bis(b), be
considered to be a written opinion of the International
Preliminary Examining Authority for the purposes of Rule
66.2(a), in which case the applicant isinvited to submit to that
Authority, before the expiration of the timelimit under Rule 54

MANUAL OF PATENT EXAMINING PROCEDURE

preliminary examination and required fees (PCT
Rule 69.1(a)) have been filed with the United States
International Preliminary Examining Authority and
the examiner considers al the conditions of PCT
Article 34(2)(c)(i) to (iii) to be fulfilled. In this
limited instance, apositiveinternational preliminary
examination report may be issued. See PCT Rule
69.1(b- bis)).

The applicant must be notified in the written opinion
of the defectsfound in the application. The examiner
is further required to fully state the reasons for
his’her opinion (PCT Rules 66.1 bis and 66.2(b))
and invite a written reply, with amendments where
appropriate (PCT Rule 66.2(c)).

1845.01 Preparing the Written Opinion of
thelnternational SearchingAuthority (Form
PCT/ISA/237) [R-07.2022]

[Editor Note: This section discusses the July 2022
version of PCT/ISA/237. For international
applications having an internationd filing date before
July 1, 2022, information regarding form
PCT/ISA/237 (revised January 2019) may be found
in 81845.01 of the 10.2019 revision of the Ninth
Edition of the MPEP published June 2020 at:
www.uspto.gov/web/offices/pac/mpep/old/
mpep_E9R10.htm.]

bis.1(a), awritten reply together, where appropriate, with
amendments.

The examiner is required, in most instances, to
establish a written opinion on novelty, inventive
step, and industrial applicability of the claimed
invention at the same time he/she establishes the
international search report. Theinternational search
report and written opinion together serve to inform
the International Preliminary Examining Authority
of the documents and arguments necessary to
complete the relevant assessments if international
preliminary examination isdemanded, and toinform
the designated Offices of information that may be
relevant to examination in the national phase. (The
written opinion is transmitted to the designated
offices in the form of an international preliminary
report on patentability if nointernational preliminary
examination report is established under Chapter |1
of the PCT). A written opinion of the International
Searching Authority is not required in the limited
instance where a demand for international

Rev. 01.2024, November 2024

The classifications in the header on the cover sheet
of Form PCT/ISA/237 are to be consistent with the
classifications of subject matter in Box A on the
second sheet of the International Search Report
(Form PCT/1SA/210).

The Boxes marked on the cover sheet represent a
summary of the indications detailed on the
subsequent relevant sheets of Form PCT/ISA/237.

I. BOX NO. |.—BASIS OF OPINION

When completing Box No. |, item 1, of Form
PCT/ISA/237, the examiner must indicate whether
or not the opinion has been established on the basis
of the international application in the language in
which it wasfiled. If atranslation was furnished for
the purpose of the search, this must be indicated.
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Box No. I, item 2 of Form PCT/ISA/237 is to be
marked when the opinion is established taking into
account the rectification of an obvious mistake under
PCT Rule 91.

With respect to Box No. I, item 3 of Form
PCT/ISA/237, if the opinion has been based on a
nucleotide and/or amino acid sequence disclosed
and necessary to the claimed invention, the examiner
must indicate whether the sequencelisting wasfiled
as part of theinternational application or subsequent
to the international filing date for the purpose of
international search, and whether it was accompanied
by the required statement to the effect that the
sequence listing does not go beyond the disclosure
in the international application as filed, if filed
subsequent to the international filing date.

Item 4 indicates the opinion was established to the
extent that a meaningful opinion could be formed
without aWIPO Standard ST.26 compliant sequence
listing. Item 5 is available for providing any
additional comments.

[1. BOX NO.II.—PRIORITY

Box No. Il of Form PCT/ISA/237 is to inform
applicant of the status of a request for priority.
Where one or more citations of the international
search report were published after the earliest priority
date, the validity of that earliest priority date requires
checking. Wherethe priority document isonewhich
is in the records of the ISA, it should be obtained
from those records. If a copy of the priority
document is not available before preparation of the
written opinion of the ISA because it has not yet
been provided by the applicant, and if that earlier
application was not filed with that Authority in its
capacity asanational Office or the priority document
is not available to that Authority from a digital
library in accordance with the Administrative
Instructions, the written opinion of the ISA may be
established as if the priority had been validly
claimed.

If the examiner needs a copy of a foreign priority
document, the copy will be supplied on request to
the International Bureau (I1B) unless the IB has not
yet received the priority document, in which case
the examiner may invite the applicant to furnish such

1800-73
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a copy. See PCT Rule 66.7(a). The examiner may
consult with the Technology Center Quality
Assurance Specialist or PCT Special Program
Examiner regarding requesting acopy of the priority
document from the IB. If the priority document is
not in English, the examiner may invite the applicant
to furnish a trandation of the priority document
within two months of the invitation. See PCT Rule
66.7(b). Box No. Il, item 3, “Additiona
Observations’ may be used to invite applicant to
supply a copy of the priority document and/or
trandlation. Preparation of the written opinion by the
International Searching Authority should not be
delayed to await a response to the invitation. The
written opinion of the ISA will ordinarily be
established asif the priority claim had been validly
claimed even though the copy and/or trandlation has
not been furnished. However, failure to timely
furnish a copy of the priority document and/or
trandlation may result in any further written opinion
or international preliminary examination report of
the International Preliminary Examining Authority
being established as if the priority had not been
claimed.

If applicant fails to furnish a copy or trandation of
the earlier application, whose priority has been
claimed, check item 1 and then check the first box
of the subsection if applicant failed to furnish acopy
of the earlier application whose priority has been
claimed, and check the second box of the subsection
if applicant failed to furnish a translation of the
earlier application whose priority has been claimed.

When the claim for priority has been found invalid
(e.g., the notification under PCT Rule 26 bis.2(b)
has been provided or al claims are directed to
inventions which were not described and enabled
by the earlier application), check item 2 in Box Il
and indicate why the claim for priority has been

found invalid following item 3 “Additional
observations.”
I11. BOX NO.III.— NON-ESTABLISHMENT OF

OPINION ON NOVELTY, INVENTIVE STEPAND
INDUSTRIAL APPLICABILITY

Box No. Il of Form PCT/ISA/237 is intended to

cover situations where some or al clams of an
application are so unclear or inadequately supported

Rev. 01.2024, November 2024
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by the description that the question of novelty,
inventive step (nonobviousness), and industrial
applicability cannot be considered, or where the
international application or claims thereof relate to
subject matter for whichitisnot required to establish
awritten opinion concerning novelty, inventive step
and industrial applicability, or where no international
search report has been established for the claims.

If some or al of the claims of an application relate
to subject matter for which it is not required to
establish a written opinion concerning novelty,
inventive step and industrial applicability, check the
appropriate box, indicate which claimsrelate to that
subject matter and specify thereasonse.g., improper
multiple dependent claims that fail to comply with
PCT Rule 6.4.

If some or all of the claims of an application are so
unclear that no meaningful opinion could be formed,
check the appropriate box, indicate which claimsare
unclear and specify the reasons.

If some or al of the claims are so inadequately
supported by the description that no meaningful
opinion could be formed, check the appropriate box.

If nointernational search report has been established
for certain claims, check the appropriate box and
indicate the claim numbers.

If ameaningful opinion could not be formed without
the nucleotide and/or amino acid sequence listing
because it does not comply with WIPO Standard
ST.26, and/or the applicant did not pay the late
furnishing fee, if required, the examiner must
indicate the reason for the non-compliance.

V. BOX NO. V. —LACK OF UNITY OF
INVENTION

Box No. IV of Form PCT/ISA/237 should be used
by the examiner to notify applicant that lack of unity
has been found by checking item 1, and one of the
four boxes under item 1.

If applicant paid additional fees for additional

inventions, the examiner should check the first box
under item 1.

Rev. 01.2024, November 2024
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If the additional fees were paid under protest, the
examiner should check the second box under item
1.

Regarding the third box, since the ISA/US does not
require aprotest fee, this box would not be checked.

If the search report is based on the first mentioned
invention (no additional search fees were paid), the
examiner should check the fourth box under item 1.

Item 2 of Box No. IV is to be completed if the
examiner determines that unity of invention is
lacking but chooses not to invite the applicant to
agree to a search limited to the first mentioned
invention or pay additional fees.

If alack of unity exists, the examiner would mark
the second box under item 3. However, since the
reasons for the lack of unity have aready been set
forth on the simultaneously issued international
search report, the examiner can simply state that the
reason the requirement of unity of invention is not
complied withisset forth in theinternational search
report. The first box under item 3 would never be
marked.

Item 4 is used by the examiner to indicate which
parts of the application form the basis of the opinion
after the lack of unity of invention has been
explained. The first box should be checked when
the opinion is established for al parts. Otherwise,
the second box is checked and the relevant claims
identified.

V. BOX NO.V.—REASONED STATEMENT WITH
REGARD TO NOVELTY, INVENTIVE STEP, AND
INDUSTRIAL APPLICABILITY OF CLAIMS

In Box No. V of Form PCT/ISA/237, the examiner
must list in summary form all claims with regard to
the criteria of novelty (N), inventive step (1S), and
industrial applicability (IA). For definitions of
novelty, inventive step, and industrial applicability
see MPEP 8§ 1878.01(a)(1), 1878.01(a)(2), and
1878.01(a)(3), respectively.

Box No. V is the main purpose of the written
opinion. All claims without fatal defects are treated

1800-74



PATENT COOPERATION TREATY

on the meritsin Box No. V as to novelty, inventive
step (nonobviousness) and industrial applicability.

The treatment of claimsin Box No. V issimilar in
format to an Office action in aU.S. national patent
application except that the words “rejection,”
“patentability,” and “allowable are never used in a
written opinion. On theinternational level, all written
opinions are nonbinding and a patent does not issue;
what doesissueisaninternational preliminary report
on patentability (IPRP), which is nonbinding on the
elected States.

Examiner statementsin Box No. V can be positive
or negative. If the claims define over the prior art
and meet the test of novelty, inventive step
(nonobviousness) and industrial applicability, a
positive statement equivalent to detailed reasons for
allowance in a corresponding U.S. national
application should be provided, indicating how the
claims meet the tests of novelty, inventive step and
industrial applicability. Form paragraphs 18.04 and
18.04.01 may be used for this purpose.

9 18.04 Meets Novelty and I nventive Step

Claim [1] the criteria set out in PCT Article 33(2)-(3), because
the prior art does not teach or fairly suggest [2].

Examiner Note:

1. Inbracket 1, pluralize“claim” if needed, insert claim no.(s),
and insert the verb --meet-- or --meets--, as appropriate.

2. Inbracket 2, insert the detail s of the claimed subject matter
that render it unobvious over the prior art.

3. If theclaims also meet the industrial applicability criteria
set out in PCT Article 33(4), this form paragraph should be
followed by form paragraph 18.04.01.

4. |f theclaimsdo not meet theindustrial applicability criteria
set out in PCT Article 33(4), this form paragraph should be
followed by form paragraph 18.03.

9 18.04.01 MeetsIndustrial Applicability

Claim [1] the criteria set out in PCT Article 33(4), and thus[2]
industrial applicability because the subject matter claimed can
be made or used in industry.

Examiner Note:

1. Inbracket 1, plurdlize“claim” if needed, insert claim no.(s),
and the verb --meet-- or -- meets--, as appropriate.

2. Inbracket 2, insert --have-- or --has--, as appropriate.

3. If theclaims meet al of the requirements of PCT Article
33(2)-(4), useform paragraph 18.04 before thisform paragraph
to provide positive statements for novelty and inventive step
under PCT Article 33(2)-(3).
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4. If the claims have industrial applicability but lack novelty
and inventive step, use thisform paragraph and additionally use
form paragraph 18.01.

5. If the claims have industrial applicability and novelty but
lack inventive step, use this form paragraph and additionally
use one or more of form paragraphs 18.02, 18.02.01 and
18.02.02, as appropriate.

6. If the claimsdo not have industrial applicability, use form
paragraph 18.03 instead of this form paragraph.

If, onthe other hand, it isthe opinion of the examiner
that some or all claims lack novelty, inventive step,
or industrial applicability, specific reasons must be
given similar to those used in U.S. nationa
applications.

Form paragraphs 18.01, 18.02, 18.02.01, 18.02.02,
and 18.03 may be used, as appropriate, to explain
the negative statements listed in Box No. V.

9 18.01 Lacks Novelty

Claim [1] novelty under PCT Article 33(2) as being anticipated
by [2].
Examiner Note:

1. Inbracket 1, pluraize“claim” if needed, insert claim no.(s),
and the verb --lack-- or --lacks--, as appropriate.

2. Inbracket 2, insert name of prior art relied upon.

9 18.02 LacksInventive Step - One Reference
Claim [1] an inventive step under PCT Article 33(3) as being

obvious over [2]. [3]
Examiner Note:

1. Inbracket 1, pluraize“claim” if needed, insert claim no.(s),
and the verb --lack-- or --lacks--, as appropriate.

2. Inbracket 2, insert name of prior art relied upon.
3. Inbracket 3, add reasoning.
9 18.02.01 L acksInventive Step - Two References

Claim [1] an inventive step under PCT Article 33(3) as being
obvious over [2] in view of [3]. [4]
Examiner Note:

1. Inbracket 1, pluraize“claim” if needed, insert claim no.(s),
and the verb --lack-- or --lacks--, as appropriate.

2. Inbracket 2, insert name of PRIMARY prior art relied
upon.

3. Inbracket 3, insert name of SECONDARY prior art relied
upon.

4. Inbracket 4, add reasoning.
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9 18.02.02 L acks Inventive Step - Additional Reference

Claim [1] an inventive step under PCT Article 33(3) as being
obvious over the prior art as applied in the immediately
preceding paragraph and further in view of [2]. [3]

Examiner Note:
1. Thisform paragraph may follow either 18.02 or 18.02.01.

2. Inbracket 1, pluraize“claim” if needed, insert claim no.(s),
and the verb --lack-- or --lacks--, as appropriate.

3. Inbracket 2, insert name of additional prior art relied upon.
4. Inbracket 3, add reasoning.
9 18.03 LacksIndustrial Applicability

Claim [1] industrial applicability as defined by PCT Article
33(4). [2]

Examiner Note:

1. Inbracket 1, plurdize“claim” if needed, insert claim no.(s),
and the verb --lack-- or --lacks--, as appropriate.

2. Inbracket 2, add reasoning.

Examiners are encouraged to indicate any
amendments which applicant could present which
would avoid anegative statement in the international
preliminary examination report in the event that
applicant chooses to file a demand.

VI. BOX NO.VI.— CERTAIN DOCUMENTS
CITED

Since al documents cited a the time of
establishment of the written opinion will be listed
on the simultaneously established search report, there
is no need to also list them on the written opinion,
and as such this box should be left blank.

VIl. BOX NO.VII.— CERTAIN DEFECTSINTHE
INTERNATIONAL APPLICATION

In Box No. VII of Form PCT/ISA/237, defects in
theform and content of the international application
are identified.

Defects that would be listed in Box No. VI include
informalities such as misplaced and/or omitted
drawing numerals, misspelled words, and
grammatical errors.

Thefollowing form paragraphs are used in Box No.
VIl of PCT/ISA/237, “Certain defects in the

Rev. 01.2024, November 2024
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international application,” for noting technical
defects.

9 18.08 Drawing - Defect in Form or Contents Thereof

The drawings contain the following defect(s) in the form or
content thereof: [1]

Examiner Note:

In bracket 1, insert identification of defectsin drawings.

9 18.08.01 Drawing Is Required

The subject matter of this application admits of illustration by
drawing to facilitate understanding of the invention. Applicant
isrequired under PCT Article 7(1) to furnish adrawing.

9 18.09 Description - Defect in Form or Contents T her eof

The description contains the following defect(s) in the form or
contents thereof: [1]

Examiner Note:

Inbracket 1, insert the technical problem, e.g., misspelled word.

9 18.10 Claims- Defect in Form or Contents T her eof

Claim [1] contain(s) the following defect(s) in the form or
contents thereof: [2]

Examiner Note:

1. Inbracket 1, pluralize“clam” if needed, and insert claim
no.(s).

2. Inbracket 2, identify the technical deficiency.

VIII. BOXNO.VIII.—CERTAIN OBSERVATIONS
ON THE INTERNATIONAL APPLICATION

In Box No. VI, the examiner notifies the applicant
of observations made as to the clarity of the claims,
the description, the drawings, or on the question
whether the claims are fully supported by the
description.

If the claims, the description, or the drawings are so
unclear, or the claims are so inadequately supported
by the description, that no meaningful opinion can
be formed on the question of novelty, inventive step
(nonobviousness) or industrial applicability, the
applicant is so informed in Box No. Ill. See PCT
Article 34(4)(a)(ii). Reasons for the examiner's
opinion that the claims, description and drawings,
etc., lack clarity must also be provided.
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If the above situation is found to exist in certain
clams only, the provisions of PCT Article
34(4)(a)(ii) shall apply to those claims only.

If the lack of clarity of the claims, the description,
or thedrawingsis of such anaturethat it ispossible
to form ameaningful opinion on the claimed subject
matter, then it isrequired that the examiner consider
the claims and render a written opinion on novelty,
inventive step, and industrial applicability in Box
No. V.

Since the claims of an international application are
not subject to a reection on either art or
indefiniteness  consistent  with  U.S.  practice,
observations by the examiner with regard to clarity
of the claims, the description and the drawings will
be treated in the form of an objection in the written
opinion in Box No. VIII.

Thefollowing form paragraphs may be used in Box
No. VIII, “Certain observations on the international
application,” of Form PCT/ISA/237 for noting
objections which are substantive rather than merely
technical in nature.

9 18.11 Drawing Objections- Lack Clarity

The drawings are objected to under PCT Article 7 as lacking
clarity under PCT Article 7 because: [1]

Examiner Note:

In bracket 1, insert reasons why the drawings lack clarity, e.g.,
inaccurate showing.

1 18.12.01 Claims Objectionable - Inadequate Written
Description

Claim [1] objected to under PCT Article 6 because the claim
[2] not fully supported by the description. The application, as
originally filed, did not describe: [3]

Examiner Note:

1. Inbracket 1, pluralize“claim” if needed, insert claim no.(s),
and the verb --is-- or --are--, as appropriate.

2. Inbracket 2, pluralize “claim” if needed, and insert the
verb --is-- or --are--.

3. Inbracket 3, identify subject matter not described in the
application asfiled.

1 18.13.01 Claims Objectionable- Non-Enabling Disclosure

Claim [1] objected to under PCT Article 6 because the claim
[2] not fully supported by the description. The description does
not disclosethe claimed invention in amanner sufficiently clear
and complete for the claimed invention to be carried out by a
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person skilled in the art as required by PCT Article 5 because:
(3]

Examiner Note:

1. Inbracket 1, pluralize“claim” if needed, insert claim no.(s)
and the appropriate verb --is-- or --are--.

2. Inbracket 2, pluralize“claim” if needed, insert the verb
--is-- or --are--.

3. Inbracket 3, identify the claimed subject matter that is not
enabled and explain why it is not enabled.

9 18.14.01 Claims Objectionable - Lack of Best Mode

Claim [1] objected to under PCT Article 6 because the claim
[2] not fully supported by the description. The description fails
to set forth the best mode contemplated by the applicant for
carrying out the claimed invention as required by PCT Rule

5.1(a)(v) because: [3].

Examiner Note:

1. Inbracket 1, pluralize“claim” if needed, insert claim no.(s)
and the appropriate verb --is-- or --are--.

2. Inbracket 2, pluralize“claim” if needed, and insert the
appropriate verb --is-- or --are--.

3. Inbracket 3, insert the objection and reasons.
9 18.15 Claims Objectionable - | ndefiniteness

Claim [1] objected to under PCT Article 6 as lacking clarity
because claim [2] indefinite for the following reason(s): [3]

Examiner Note:

1. Inbrackets1land 2, pluraize“claim” if needed, insert claim
no.(s) and the appropriate verb --is-- or --are--.

2. Inbracket 3, insert reasons.

IX. AUTHORIZED OFFICER

Pursuant to PCT Rules 43 bis.1 and 70.14, the
written opinion of the International Searching
Authority must indicate the name of the officer of
the International Searching Authority responsible
for thewritten opinion, i.e., the“authorized officer.”
An “authorized officer” is the person who actually
performed the search work and prepared the search
report and the written opinion, or another person
who was responsible for supervising the search and
the establishment of the written opinion. See PCT
Administrative Instructions Section 514. Thus, an
examiner need not have signatory authority in order
to be named as an authorized officer on the written
opinion. However, the “file copy” of the written
opinion must be signed by an examiner having at
least partial signatory authority.
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X. TIMETO REPLY

MANUAL OF PATENT EXAMINING PROCEDURE

If, in response to the written opinion of the

International ~ Searching

Authority

(Form

PCT/ISA/237), applicant wishes to file a demand

Rev. 01.2024, November 2024
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and amendments and/or arguments, the time period
for response is 3 months from the mailing of the
international search report and the written opinion
or before the expiration of 22 months from the
priority date, whichever expires later.
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From the
INTERNATIONAL SEARCHING AUTHORITY

T PCT

WRITTEN OPINION OF THE

JOHN J. SMITH INTERNATIONAL SEARCHING AUTHORITY
220 RICHMOND HIGHWAY
ARLINGTON, VA 22202 (PCT Rule 43bis.1)

T s, 08 July 2022 (08.07.2022)

Applicant’s or agent’s file reference FOR FURTHER ACTION
CMC-123-PCT See paragraph 2 below

International application No. International filing date (day/month/year) Priority date (day/month/vear)
PCT/US2022/080008 10 March 2022 (10.03.2022) 10 March 2021 (10.03.2021)

International Patent Classification (IPC) or both national classification and TPC
IPC: B25C 5/08, 5/16 (2022.01)
CPC: B25C 5/06, 5/16

Applicant

ACME FASTENER CORPORATION

1. This opinion contains indications relating to the following items:
BoxNo. I  Basis of the opinion

D Box No. II  Priority
Box No. III  Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

X[

Box No. IV Lack of unity of invention

X

BoxNo.V  Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step and industrial applicability;
citations and explanations supporting such statement

Box No. VI Certain documents cited

O

X

Box No. VI Certain defects in the international application

O

Box No. VIII Certain observations on the international application

2. FURTHERACTION

If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the
International Preliminary Examining Authority (“IPEA™) except that this does not apply where the applicant chooses an Authority
other than this one to be the IPEA and the chosen IPEA has notified the International Bureau under Rule 66.15is(b) that written
opinions of this Intemnational Searching Authority will not be so considered.

If'this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to the IPEA
a wiitten reply together, where appropriate, with amendments, before the expiration of 3 months from the date of mailing of Form
PCT/ISA/220 or before the expiration of 22 months from the priority date, whichever expires later.

For further options, see Form PCT/ISA/220.

Name and mailing address of the ISA/US| Date of completion of thig opinion Authorized officer

Mail Stop PCT, Aftn: ISA/US )
Sorissionst for Patents 05 July 2022 (05.07.2022) Patent Examiner
Alexandria, VA 22313-1450

Facsimile No.(571) 273-8300 Telephone No. (571) 272-4300

Form PCT/ISA/237 (cover sheet) (July 2022)
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Z.D
3 ]

4.|:|

WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING AUTHORITY
PCT/US2022/080008
Box No. T Basis of this opinion
1. With regard to the language, this opinion has been established on the basis of:
m the international application in the language in which it was filed.
D atranslation of the international application into which is the language of a translation

furnished for the purposes of international search (Rules 12.3(a) and 23.1(b)).

This opinion has been established taking into account the rectification of an obvious mistake authorized by or notified to
this Authority under Rule 91 (Rule 43is.1(b)).

‘With regard to any nucleotide and/or amino acid sequence disclosed in the international application, this opinion has been
established on the basis of'a sequence listing:

a I:l forming part of the international application as filed.

b. I:I furnished subsequent to the international filing date for the purposes of international search (Rule 13zer.1(a)),

I:I accompanied by a statement to the effect that the sequence listing does not go beyond the disclosure in the
international application as filed.

With regard to any nucleotide and/or amino acid sequence disclosed in the international application, this opinion has been
established to the extent that a meaningful opinion could be formed without a WIPO Standard ST.26 compliant sequence
listing.

5. Additional comments:

Form PCT/ISA/237 (Box No. I) (July 2022)

Rev. 01.2024, November 2024
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WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING AUTHORITY

PCT/US2022/080008

Box No. IV Lack of unity of invention

1. m In response to the invitation (Form PCT/ISA/206) to pay additional fees the applicant has, within the applicable time limit:
paid additional fees.
D paid additional fees under protest and, where applicable, the protest fee.
D paid additional fees under protest but the applicable protest fee was not paid.
D not paid additional fees.

2. D This Authority found that the requirement of unity of invention is not complied with and chose not to invite the applicant to
pay additional fees.

3. This Authority considers that the requirement of unity of mvention in accordance with Rule 13.1, 13.2 and 133 1s
D complied with.

g not complied with for the following reasons:

See the lack of unity section of the International Search Report (Form PCT/ISA/210)

4. Consequently, this opinion has been established in respect of the following parts of the international application:
all parts.

D the parts relating to claims Nos.

Form PCT/ASA/237 (Box No. IV) (July 2022)
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WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING AUTHORITY
PCT/US2022/080008

Box No. V Reasoned statement under Rule 435is.1(a)(i) with regard to novelty, inventive step and industrial applicability;
citations and explanations supporting such statement

1. Statement

Novelty (N) Claims 3-20 vES
Claims 1and 2 NO

Inventive step (IS) Claims 4 and 16-20 vES
Claims 1-3and5-15 ‘o

Industrial applicability (IA) Claims 1-20 vES
Claims NONE NO

2. Citations and explanations:

Claims 1 and 2 lack novelty under PCT Article 33(2) as being anticipated by Novak et al. (US
4.375,867). Novak et al. teaches the claimed electromagnetic fastener tool 10 with a housing 12
having a fastener magazine assembly 18 mounted thereon with the magazine assembly having a
fastener output channel. The magazine assembly 18 is pivoted between a first position wherein the
tool can not be actuated and a second position wherein a fastener may be driven from the tool (note
figure 3 and column 3, line 65 through column 4, line 5). The-magazine assembly 18 is moved from
the first position to the second position by placing the fastener output channel firmly against a work
piece. As shown in figure 3 and described at column 4, lines 6-49, the magazine assembly 18 and the
trigger button 24 are coupled by a safety mechanism 62. This safety mechanism has a sliding rod 64
with the lower end of the rod 64 being attached to the top of the channel 48 of the magazine
assembly such that rod 64 moves with the magazine assembly. When the magazine assembly 18 is
placed on a work piece, it rotates into the second position and pushes rod 64 upward. The upper
portion of rod 64 has a spring 74 which includes a cam surface 76, a curved surface 78 and a bottom
edge 81. Bottom edge 81 of spring 74 is normally positioned adjacent flange 86 of trigger button 24
and blocks upward movement of the trigger button. Thus, the trigger button may not be depressed
(moved upwards) to actuate the tool until the bottom edge of spring 74 is moved away from flange
86. This is accomplished by the interaction of curved surface 78 of spring 74 with a corresponding
curved surface 82 fixed to the housing 12. When rod 64 moves upward, spring 74 is bent away from
trigger button 24 by the interaction of curved surfaces 78 and 82. Thus, placing the fastener output
channel of the magazine assembly 18 against the work piece moves bottom edge 81 of spring 74 out
of its blocking position adjacent flange 86 of trigger button 24 and permits the tool to be actuated.

---See Supplemental Box---

Form PCT/ISA/237 (Box No. V) (July 2022)
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WRITTEN GPINION OF THE International application No.

INTERNATIONAL SEARCHING AUTHORITY
PCT/US2022/080008

Box No. VII  Certain defects in the international application

The following defects in the form or contents of the international application have been noted:

The description is objected to as containing the following defect(s) under PCT Rule 66.2(a)(iii) in
the form or contents thereof: It is noted that the word "staples” at line 15 of page 9 is misspelled
as "stpales”.

Form PCTASA/237 (Box No. VII) (July 2022)
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WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING AUTHORITY PCT/US2022/080008

Supplemental Box

In case the space in any of the preceding boxes is not sufficient.
Continuation of:

Box No. V.2. Citations and Explanations

Claims 3 and 5-10 lack an inventive step under PCT Article 33(3) as being obvious over Novak et al.
(US 4,375,867) in view of Barrett et al. (US 4,183,453). As for claims 3 and 5, Novak et al. does not
teach the claimed mechanical means for blocking the feeding of a fastener from the magazine while
the magazine assembly 1s in the second position (pressed against the work piece). Barrett et al.
teaches such a blocking means. Note figures 5-7 and column 6, line 34 through column 7, line 7. The
Barrett et al. blocking means is interconnected with the trigger switch 40 such that when the trigger is
depressed to actuate the tool and drive a fastener from the magazine output channel, a clamp 48 1s
depressed onto the top of the second fastener in the fastener stick in magazine 42. Forward
movement of the second fastener into the magazine output channel 1s thus prevented as long as
trigger switch 40 remains depressed. When the trigger switch 1s released, clamp 48 moves away from
the fastener stick and a fastener can be fed into the magazine output channel. Since the provision of
such a blocking means is known as a desirable feature for solenoid actuated fastener driving tools
because they are notorious for needing multiple strokes of the driver to properly drive a fastener, it
would have been obvious to one of ordinary skill in this art to provide such a blocking means in the
Novak et al. solenoid actuated tool. Note the teaching in Barrett et al. from column 2, line 40 through
column 5, line 2 regarding the need for multiple blows from the driver to a single fastener. Barrett et
al. discloses a control means which provides for multiple blows by the driver 32 on the fastener for
each actuation of the trigger. Barrett et al. teaches at column 1, lines 40-49 that 1s advantageous to
operate solenoid actuated fastener drivers in this manner because such tools may require two or

more blows from the driver to properly drive the fastener an adequate depth into the work piece. In
view of this teaching, it would have been obvious to one of ordinary skill in this art to provide the
Novak et al. tool with the claimed control means to provide a predetermined plurality of driving strokes
to a single fastener.

Claims 11-15 lack an inventive step under PCT Article 33(3) as being obvious over Novak et al. (US
4,375,867) in view of D'Haem et al. (US 3,041,614). Novak at al. does not teach the provision of an
anti-jam means to clear jammed fasteners from the fastener output channel. The claims call for the
fastener output channel to be formed with a removable cover plate to permit clearing the tool in the
event of a fastener jam. D'Haem et al. teaches the use of a removable cover plate 51 to allow clearing
the tool as claimed (see column 4, line 76 through column 5, line 23). In view of this teaching, it would
have been obvious to one of ordinary skill in this art to modify Novak et al. to include a removable
cover plate in order to allow the tool to be cleared.

Claims 4 and 16-20 meet the criteria set out in PCT Article 33(2) and (3) because the prior art does
not teach or fairly suggest the claimed means to hold the fastener magazine in the second position as
claimed in claims 4 and 16-20.

Claims 1-20 meet the criteria set out in PCT Article 33(4), and thus have industrial applicability
because the subject matter claimed can be made or used in industry.

Form PCT/ISA/237 (Supplemental Box) (July 2022)
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1845.02 Notification of Transmittal of the

I nternational Search Report and theWritten
Opinion of the International Searching
Authority, or the Declaration (Form
PCT/ISA/220) [R-07.2022]

The examiner completes the Notification of
Transmittal of the International Search Report and
the Written Opinion of the International Searching
Authority, or the Declaration (Form PCT/ISA/220)
upon completion of the International Search Report
(Form PCT/ISA/210) or the Declaration of
Non-Establishment of the International Search
Report (Form PCT/ISA/203) and completion of the
Written Opinion of the International Searching
Authority (Form PCT/ISA/237).

The Form PCT/ISA/220 serves as a cover letter for
the PCT/ISA/210 or PCT/ISA/203 and for the
PCT/ISA/237.

The Form PCT/ISA/220 indicates the mailing date,
which is important for the computation of the time
limit for filing amendmentsto the claims under PCT
Article 19 (see MPEP_§ 1853) and proposed
modifications of, or comments on, the abstract. The
mailing date on Form PCT/ISA/220 may also
establish the time limit for making a demand under
PCT Rule 54 bis.1 (see MPEP § 1842, subsection
V1) and for making Article 34 amendments that will
be ensured consideration by the examiner (see MPEP
§ 1871).

1800-85

§1845.02

I. ADDRESS FOR CORRESPONDENCE

The address for correspondence is taken from the
request (Form PCT/RO/101). When an agent
represents the applicant, the address for
correspondence is listed in Box No. IV of the PCT
Request form. For applicants processing their own
applications, the addressfor correspondence may be
listed in Box No. Il of the Request form. However,
where a Notification of the Recording of a Change
(Form PCT/IB/306) shows any changes in the
applicant or address for correspondence effected
under PCT Rule 92 bis, the later address is used.

1. APPLICANT

When there is more than one applicant in respect of
theinternational application, only thefirst mentioned
of these on the Request form is indicated in the
international search report. Other applicants, if any,
areindicated by thewords“et al” following thefirst
applicant’s name. The first mentioned applicant is
indicated in Box No. 11 of the Request form, asecond
applicant is listed in Box No. I11; further applicants
arelisted on the continuation sheet if there are more
than two applicants. Company names are preferably
written in capital letters; for personal names the
family nameispreferably givenfirst in capital |etters
and the given names are in mixed case. This helps
to identify the family name.

Rev. 01.2024, November 2024
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PATENT COOPERATION TREATY

From the INTERNATIONAL SEARCHING AUTHORITY

To PCT

NOTIFICATION OF TRANSMITTAL OF

JOHN J. SMITH THE INTERNATIONAL SEARCH REPORT AND
220 RICHMOND HIGHWAY THE WRITTEN OPINION OF THE INTERNATIONAL
ARLINGTON, VA 22202 SEARCHING AUTHORITY, OR THE DECLARATION

(PCT Rule 44.1)

(e olmilie 08 July 2022 (08.07.2022)

Applicant’s or agent’s file reference
FOR FURTHER ACTION  See paragraphs | and 4 below

CMC-123-PCT
International application No. Intemational filing date

PCT/US2022/080008 (daymonthiyecr) 40y March 2022 (10.03.2022)
Applicant

ACME FASTENER CORPORATION

1. DX The applicant is hereby notified that the intemational search report and the written opinion of the International Searching
Authority have been established and are transmitted herewith.
Filing of d ts and state t under Article 19:
The applicant is entitled, if he so wishes, to amend the claims of the international application (see Rule 46):

‘When? The time limit for filing such amendments is normally two months from the date of transmittal of the international
search report.

How?  Directly to the International Bureau preferably through ePCT, or on paper to:
The International Bureau of WIPO, 34, chemin des Colombettes, 1211 Geneva 20, Switzerland

For more detailed instructions, see the PCT Applicant’s Guide, International Phase, paragraphs 9.004 — 9.011.

2. D The applicant is hereby notified that no international search report will be established and that the declaration under
Article 17(2)(a) to that effect and the written opinion of the International Searching Authority are transmitted herewith.

3. D ‘With regard to any protest against payment of (an) additional fee(s) under Rule 40.2, the applicant is notified that:

the protest together with the decision thereon has been transmitted to the International Bureau together with any request
to forward the texts of both the protest and the decision thereon to the designated Offices.

no decision has been made yet on the protest;, the applicant will be notified as soon as a decision is made.

4. Reminders

The applicant may submit comments on an informal basis on the written opinion of the International Searching Authority to
the International Bureau. These comments will be made available to the public after international publication. The International
Bureau will send a copy of such comments to all designated Offices unless an international preliminary examination report has
been or is to be established.

Shortly after the expiration of 18 months from the priority date, the international application will be published by the
International Bureau. If the applicant wishes to avoid or postpone publication, a notice of withdrawal of the international application,
or of the priority claim, must reach the International Bureau before the completion of the technical preparations for international
publication (Rules 90bis.1 and 90bis.3).

Within 19 menths from the priority date, but only in respect of some designated Offices, a demand for international preliminary
examination must be filed if the applicant wishes to postpone the entry into the national phase until 30 months from the priority
date (in some Offices even later); otherwise, the applicant must, within 20 momnths from the priority date, perform the prescribed
acts for entry into the national phase before those designated Offices. In respect of other designated Offices, the time limit of
30 months (or later) will apply even if no demand is filed within 19 months. For details about the applicable time limits, Office
by Office, see www.wipo.int/pet/en/texts/time_limits.html and the PCT Applicant’s Guide, National Chapters.

Within 22 monthsfrom the priority date, the applicant may request that a supplementary international search be carried out

by a different International Searching Authority that offers thus service (Rule 455is.1). The procedure for requesting supplementary
international search is described in the PCT Applicant’s Guide, International Phase, paragraphs 8.006-8.032.

Name and mailing address of the ISA/US Authorized officer
Mail Stop PCT, Attn: ISA/US )
Commissioner for Patents Patent Examiner
P.O. Box 1450 Alexandria, VA 22313-1450

Facsimile No. (571) 273-8300 Telephone No. (571) 272-4300

Form PCT/ISA/220 (revised January 2020)
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1846 - 1847 [Reserved]
1848 Sequence Listings [R-01.2024]

[Editor Note: The PCT Rules and Administrative
Instructions reproduced in this section are applicable
to international applications, including national phase
applications, having an internationa filing date on
or after July 1, 2022. For international applications
having an international filing date before July 1,
2022, the applicable rules and instructions may be
found at: www.wipo.int/pct/en/texts.]

PCT Rule 13 ter
Nucleotide and/or Amino Acid Sequence Listings

13ter.1 Procedure beforethe I nternational Searching
Authority

(8) Wherethe international application contains disclosure
of nucleotide and/or amino acid sequences that, pursuant to the
Administrative Instructions, are required to be included in a
sequence listing, the International Searching Authority may
invite the applicant to furnish to it, for the purposes of the
international search, a sequence listing complying with the
standard provided for in the Administrative Instructions, unless
such listing is already available to it in aform, language and
manner acceptable to it, and to pay to it, where applicable, the
late furnishing fee referred to paragraph (c), within atime limit
fixed in the invitation.

(b) [Deleted]

(c) Thefurnishing of asequence listing in responseto an
invitation under paragraph (a) may be subjected by the
International Searching Authority to the payment to it, for its
own benefit, of alate furnishing fee whose amount shall be
determined by the International Searching Authority but shall
not exceed 25% of theinternational filing feereferredtoinitem
1 of the Schedule of Fees, not taking into account any fee for
each sheet of theinternational application in excess of 30 sheets.

(d) If the applicant does not, within the time limit fixed in
theinvitation under paragraph (a), furnish the required sequence
listing and pay any required late furnishing fee, the International
Searching Authority shall only be required to search the
international application to the extent that a meaningful search
can be carried out without the sequence listing.

(e) Any sequence listing not contained in the international
application as filed, whether furnished in response to an
invitation under paragraph (a) or otherwise, shall not form part
of the international application, but this paragraph shall not
prevent the applicant from amending the descriptionin relation

to a sequence listing pursuant to Article 34(2)(b).

13 ter.2 Procedure beforethe International Preliminary
Examining Authority

Rule 13 ter.1 shall apply mutatis mutandis to the procedure
before the International Preliminary Examining Authority.
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13 ter.3 Sequence Listing for Designated Office

No designated Office shall require the applicant to furnish to it
asequence listing other than a sequence listing complying with
the standard provided for in the Administrative Instructions.

PCT Administrative I nstructions Section 513
Sequence Listings
(a) [Deleted]

(b) Where the international search report and the written
opinion of the International Searching Authority are based on
a seguence listing not forming part of the international
application but furnished for the purposes of the international
search, the international search report and the written opinion
of the International Searching Authority shall so indicate.

(c) Where ameaningful international search cannot be
carried out and a meaningful written opinion, asto whether the
claimed invention appears to be novel, to involve an inventive
step (to be non-obvious) and to beindustrially applicable, cannot
be established because a sequence listing is not available to the
International Searching Authority in therequired form, language
and manner that Authority shall so state in the international
search report or declaration referred to in Article 17(2)(a), and
in the written opinion.

(d) Where a sequence listing for the purposes of the
international search is furnished on a physical medium, that
Authority shall physically label that medium with the words
“SEQUENCE LISTING NOT FORMING PART OF THE
INTERNATIONAL APPLICATION” in accordance with the
proceduresin Annex C.

(e) The International Searching Authority shall:
(i) keepinitsfilesone copy of any sequence listing

which does not form part of the international application but
was furnished for the purposes of the international search; and

(i) transmit one copy thereof to the International
Bureau together with the copy of theinternational search report.
If that listing is furnished on a physical medium in lessthan the
number of copies required by the International Searching
Authority, that Authority shall be responsiblefor the preparation
of the additional copy and shall have theright to fix afee for
performing that task and to collect such fee from the applicant.

(f) Each International Searching Authority shall notify the
International Bureau of the means of transmittal of the sequence
listing accepted by it in accordance with Annex F. The
International Bureau shall promptly publish details of the
notification in the Gazette.

I. REQUIREMENTS FOR SEQUENCE LISTINGS
UNDER WORLD INTELLECTUAL PROPERTY
OFFICE STANDARD ST.26 (WIPO STANDARD
ST.26)

[Editor Note: This subsection is applicable to all
international applications, including national phase
applications, having an international filing date on
or after July 1, 2022, that disclose one or more
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nucleotide and/or amino acid sequences as defined
in WIPO Standard ST.26.]

Patent applicationsthat disclose a nucleotide and/or
amino acid sequence(s) by enumeration of its
residues, as defined in WIPO Standard ST.26, must
present each sequence and associated sequence data
in a standardized electronic eXtensible Markup
Language (XML) format as a separate part of the
specification. This standardized format is set forth
in WIPO Standard ST.26, and applies to sequence
listings in international applications filed under the
Patent Cooperation Treaty (PCT) and in national
and regiona applications filed in the intellectual
property offices (IPOs) of WIPO member states. As
aresult, asingle sequencelisting in compliance with
WIPO Standard ST.26 can be prepared for usein all
IPOs of WIPO member states.

The sequence listing part of the description must be
an electronic file in WIPO Standard ST.26 XML
format. Where sequencesareincluded in asequence
listing, they are not required to also appear in the
main part of the description. In the description,
claims or drawings of the application, the sequences
included in the sequence listing shall be referred to
by the sequence identifier preceded by “SEQ ID
NO:", even if the sequenceis aso embedded in the
description, claims or drawings.

Where an international application, filed under the
PCT, contains a disclosure of nucleotide and/or
amino acid sequences that are required to be listed
within asequencelisting, PCT Rule5.2 requiresthat
the description shall include a sequence listing part
of the description complying with the standard
provided for in the Administrative Instructions. In
accordance with Section 208, any sequence listing,
whether forming part of theinternationa application
or not forming part of the international application,
shall comply with Annex C of the Administrative
Instructions. Where applicant has not provided a
sequence listing in accordance with Annex C of the
Administrative Instructions and the USPTO acts as
International  Searching Authority (ISA) or
International Preliminary Examining Authority
(IPEA), the ISA/IPEA may invite applicant to
furnish asequencelisting, with alate furnishing fee,
under PCT Rule 13 ter . Thisinvitation will specify
atimelimit for aproper response. A proper response
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to such an invitation would include, the submission
of a sequence listing in accordance with Annex C
of the Administrative Instructions, thelate furnishing
fee specified in 37 CFR 1.445(a)(5), and astatement
to the effect that the sequence listing does not go
beyond the disclosure of theinternational application
asfiled. If a sequence listing compliant with WIPO
Standard ST.26 has not been furnished to the
ISA/IPEA within the time limit set forth in the
invitation, the ISA/IPEA will only search / examine
the international application to the extent that a
meaningful search or examination can be performed
without the sequence listing. See PCT Rule
13 ter.1(d). Where the application discloses
sequences that are required to be within a sequence
listing, it is advisable for the applicant to submit a
sequence listing compliant with WIPO Standard
ST.26 XML format together with the international
application on the international filing date rather
than to wait for an invitation by the International
Searching Authority or International Preliminary
Examining Authority.

For a detailed discussion of the World Intellectual
Property Organization (WIPO) Standard ST.26, see
MPEP §2412 - 2419, in particular MPEP § 2414.05.

For ease of access, WIPO Standard ST.26 can be
found at: www.wipo.int/standar ds/en/
part 03 standards.html.

1. REQUIREMENTSFOR SEQUENCE LISTINGS
UNDER WORLD INTELLECTUAL PROPERTY
OFFICE STANDARD ST.25 (WIPO ST.25)

[Editor Note: This subsection is only applicable to
international applications, including national phase
applications, having an international filing date
before July 1, 2022, that disclose one or more
nucleotide and/or amino acid sequences as defined
in WIPO Standard ST.25.]

Where an international application contains
disclosure of a nucleotide and/or amino acid
sequence, the description must contain a listing of
the sequence complying with the standard specified
in Annex C of the Administrative Instructions. A
copy of the Administrative Instructions in force
before July 1, 2022 can be found at:
WWW.wipo.int/wipolex/en/text/584509. See M PEP
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§ 1823.02, subsection Il. If the International
Searching Authority finds that an international
application contains nucleotide and/or amino acid
sequences in the disclosure, but finds that the
description does not contain a sequence listing or
that the sequencelisting provided in theinternational
application does not comply with the PCT
Administrative  Instructions Annex C, the
International Searching Authority may invite the
applicant to furnish alisting that complies with the
standard and pay alate furnishing fee.

An invitation from the International Searching
Authority to furnish asequencelisting that complies
with the standard specified in the Administrative
Instructions and pay alate furnishing feewill specify
atime limit for complying with the invitation. Any
sequence listing furnished by the applicant in
response to the invitation must be accompanied by
a statement to the effect that the listing does not
include matter which goes beyond the disclosure in
the international application as filed and must be
submitted to the International Searching Authority.
If the applicant does not furnish the required
sequencelisting and pay any required late furnishing
fee within the time limit specified in the invitation,
the search undertaken by the International Searching
Authority may be limited. See MPEP _§ 1823.02,
subsection |1.

Any sequencelisting provided after the international
filing date and in response to theinvitation to furnish
a sequence listing by the International Searching
Authority, isnot considered part of theinternational
application. If the applicant wishes to include such
a listing as part of the international application,
appropriate amendments to the description may be
made later under PCT Avrticle 34, provided that the
applicant files a Demand for international
preliminary examination and does not go beyond
the disclosurein theinternational application asfiled.
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1849 [Reserved]

1850 Unity of Invention Beforethe
International Searching Authority
[R-01.2024]

PCT Rule 13
Unity of I nvention
13.1 Requirement

Theinternational application shal relate to one invention only
or to agroup of inventions so linked as to form asingle general
inventive concept (“requirement of unity of invention”).

13.2 Circumstances in Which the Requirement of Unity of
Invention Isto Be Considered Fulfilled

Where a group of inventions is claimed in one and the same
international application, the requirement of unity of invention
referred to in Rule 13.1 shall be fulfilled only when thereis a
technical relationship among those inventions involving one or
more of the same or corresponding special technical features.
The expression “special technical features’ shall mean those
technical features that define a contribution which each of the
claimed inventions, considered as awhole, makes over the prior
art.

13.3. Determination of Unity of I nvention Not Affected by
Manner of Claiming

The determination whether a group of inventions is so linked
as to form a single general inventive concept shall be made
without regard to whether theinventions are claimed in separate
claims or as dternatives within asingle claim.

13.4. Dependent Claims

Subject to Rule 13.1, it shall be permitted toincludein the same
international application a reasonable number of dependent
claims, claiming specific forms of the invention claimed in an
independent claim, even where the features of any dependent
claim could be considered as constituting in themselves an
invention.

13.5. Utility Models

Any designated State in which the grant of a utility model is
sought on the basis of an international application may, instead
of Rules 13.1 to 13.4, apply in respect of the matters regulated
in those Rules the provisions of its national law concerning
utility models once the processing of the international application
has started in that State, provided that the applicant shall be
allowed at least two months from the expiration of thetime limit
applicable under Article 22 to adapt his application to the
requirements of the said provisions of the national law.
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PCT Rule 40
Lack of Unity of Invention (I nternational Search)
40.1 Invitation to Pay Additional Fees; Time Limit

The invitation to pay additional fees provided for in Article
17(3)(a) shall:

(i) specify the reasons for which the international
application isnot considered as complying with the requirement
of unity of invention;

(ii) invite the applicant to pay the additional feeswithin
one month from the date of the invitation, and indicate the
amount of those feesto be paid; and

(iii) invitethe applicant to pay, where applicable, the protest
feereferred to in Rule 40.2(e) within one month from the date
of the invitation, and indicate the amount to be paid.

40.2. Additional Fees

(@) The amount of the additional fees due for searching
under Article 17(3)(a) shall be determined by the competent
International Searching Authority.

(b) The additional fees due for searching under Article
17(3)(a) shall be payable direct to the International Searching
Authority.

(c) Any applicant may pay the additional feesunder protest,
that is, accompanied by a reasoned statement to the effect that
the international application complies with the requirement of
unity of invention or that the amount of the required additional
feesis excessive. Such protest shall be examined by areview
body constituted in the framework of the International Searching
Authority, which, to the extent that it finds the protest justified,
shall order thetotal or partial reimbursement to the applicant of
the additional fees. On the request of the applicant, the text of
both the protest and the decision thereon shall be notified to the
designated Officestogether with theinternational search report.
The applicant shall submit any translation thereof with the
furnishing of the trandlation of the international application
required under Article 22.

(d) The membership of the review body referred to in
paragraph (c) may include, but shall not be limited to, the person
who made the decision which is the subject of the protest.

(e) The examination of a protest referred to in paragraph
(c) may be subjected by the International Searching Authority
to the payment to it, for its own benefit, of aprotest fee. Where
the applicant has not, within the timelimit under Rule 40.1(iii),
paid any required protest fee, the protest shall be considered not
to have been made and the International Searching Authority
shall sodeclare. The protest fee shall be refunded to the applicant
where the review body referred to in paragraph (c) finds that
the protest was entirely justified.

37 CFR 1.475 Unity of invention before the I nternational
Searching Authority, the I nternational Preliminary
Examining Authority and during the national stage.

(8 Aninternational and a national stage application shall
relate to oneinvention only or to agroup of inventions so linked
asto form asingle general inventive concept (“ requirement of
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unity of invention”). Where agroup of inventionsis claimed in
an application, the requirement of unity of invention shall be
fulfilled only when thereisatechnical relationship among those
inventionsinvolving one or more of the same or corresponding
specia technical features. The expression “ specia technical
features’ shall mean those technical features that define a
contribution which each of the claimed inventions, considered
as awhole, makes over the prior art.

(b) Aninternational or a national stage application
containing claims to different categories of invention will be
considered to have unity of invention if the claims are drawn
only to one of the following combinations of categories:

(1) A product and a process specially adapted for the
manufacture of said product; or

(2) A product and a process of use of said product; or

(3) A product, aprocess specially adapted for the
manufacture of the said product, and a use of the said product;
or

(4) A process and an apparatus or means specifically
designed for carrying out the said process; or

(5) A product, aprocess specially adapted for the
manufacture of the said product, and an apparatus or means
specifically designed for carrying out the said process.

(c) If an application contains claims to more or less than
one of the combinations of categories of invention set forth in
paragraph (b) of this section, unity of invention might not be
present.

(d) If multiple products, processes of manufacture or uses
are claimed, thefirst invention of the category first mentioned
in the claims of the application and the first recited invention
of each of the other categoriesrelated thereto will be considered
as the main invention in the claims, see PCT Article 17(3)(a)

and § 1.476(c).

(e) The determination whether a group of inventionsis so
linked as to form a single general inventive concept shall be
made without regard to whether the inventions are claimed in
separate claims or as aternatives within asingle claim.

I. THE REQUIREMENT FOR “UNITY OF
INVENTION”

Any international application must relate to one
invention only or to a group of inventions so linked
as to form a single general inventive concept (PCT
Article 3(4)(iii) and 17(3)(a), PCT Rule 13.1, and
37 CFR 1.475). Observance of this requirement is
checked by the International Searching Authority
and may be relevant in the national (or regional)
phase.

The decision in Caterpillar Tractor Co. V.
Commissioner of Patents and Trademarks, 650 F.
Supp. 218, 231 USPQ 590 (E.D. Va. 1986) held that
the Patent and Trademark Office interpretation of
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37 CFR 1.141(b)(2) as applied to unity of invention
determinationsin international applicationswas not
in accordance with the Patent Cooperation Treaty
and itsimplementing regulations. In the Caterpillar
international application, the USPTO acting as an
International Searching Authority, had held lack of
unity of invention between a set of claims directed
to a process for forming a sprocket and a set of
claims drawn to an apparatus (die) for forging a
sprocket. The court stated that it was an unreasonable
interpretation to say that the expression “ specifically
designed” as found in former PCT Rule 13.2(ii)
means that the process and apparatus have unity of
invention if they can only be used with each other,
aswas set forth in MPEP § 806.05(€).

Therefore, when the Office considers international
applicationsasan International Searching Authority,
asan International Preliminary Examining Authority,
and during the national stage as a Designated or
Elected Office under 35 U.S.C. 371, PCT Rule 13.1
and 13.2 will be followed when considering unity
of invention of claims of different categorieswithout
regard to the practice in national applications filed
under 35 U.S.C. 111. No change was made in
restriction practice in United States national
applications filed under 35 U.S.C. 111 outside the
PCT.

In applying PCT Rule 13.2 to international
applicationsasan International Searching Authority,
an International Preliminary Examining Authority
and to national stage applications under 35 U.S.C.
371, examiners should consider for unity of
invention al the claims to different categories of
invention in the application and permit retention in
the same application for searching and/or preliminary
examination, claims to the categories which meet
the requirements of PCT Rule 13.2.

PCT Rule 13.2, asit was modified effective July 1,
1992, no longer specifies the combinations of
categories of invention which are considered to have
unity of invention. Those categories, which now
appear as a part of Chapter 10 of the International
Search and Preliminary Examination Guidelines,
may be obtained from the Patent Examiner’s Toolkit
link or from WIPO’'s website
(www.wipo.int/pct/en/texts/gdlines.html). The
categories of invention in former PCT Rule 13.2
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have been replaced with a statement describing the
method for determining whether the requirement of
unity of invention is satisfied. Unity of invention
exists only when there is a technical relationship
among the claimed inventionsinvolving one or more
special technical features. The term *“specia
technical features’ is defined as meaning those
technical features that define a contribution which
each of theinventions considered asawhole, makes
over the prior art. The determination is made based
on the contents of the claims as interpreted in light
of the description and drawings. Chapter 10 of the
International Search and Preliminary Examination
Guidelines al so contai ns examples concerning unity
of invention.

I1. DETERMINATION OF “UNITY OF
INVENTION”

An international application should relate to only
oneinvention or, if thereismore than oneinvention,
theinclusion of thoseinventionsin oneinternational
application isonly permitted if all inventions are so
linked asto form a single general inventive concept
(PCT_Rule 13.1). With respect to a group of
inventions claimed in an internationa application,
unity of invention exists only when there is a
technical relationship among the claimed inventions
involving one or more of the same or corresponding
special technical features. The expression “special
technical features’ is defined in PCT Rule 13.2 as
meaning those technical features that define a
contribution which each of theinventions, considered
as a whole, makes over the prior art. The
determination is made on the contents of the claims
asinterpretedin light of the description and drawings

(if any).

Whether or not any particular technical feature
makes a “contribution” over the prior art, and
therefore constitutes a “special technical feature,”
should be considered with respect to novelty and
inventive step. For example, adocument discovered
in the international search shows that there is a
presumption of lack of novelty or inventive step in
a main claim, so that there may be no technical
relationship left over the prior art among the claimed
inventions involving one or more of the same or
corresponding special technical features, leaving
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two or more dependent claims without a single
general inventive concept.

Lack of unity of invention may be directly evident
“ a priori,” i.e., before considering the claims in
relation to any prior art, or may only become
apparent “ a posteriori,” i.e., after taking the prior
art into consideration. For example, independent
clamstoA + X, A +Y, X +Y can be said to lack
unity apriori asthereisno subject matter common
to al claims. In the case of independent claimsto A
+ X andA +Y, unity of inventionispresent apriori
as A is common to both claims. However, if it can
be established that A isknown, thereislack of unity

a posteriori, since A (be it a single feature or a
group of features) is not a technical feature that
defines a contribution over the prior art.

Although lack of unity of invention should certainly
be raised in clear cases, it should neither be raised
nor maintained on the basis of a narrow, literal or
academic approach. There should be a broad,
practical consideration of the degree of
interdependence of the aternatives presented, in
relation to the state of the art as revealed by the
international search or, in accordance with PCT
Article 33(6), by any additional document considered
to be relevant. If the common matter of the
independent claimsiswell known and the remaining
subject matter of each claim differs from that of the
others without there being any unifying novel
inventive concept common to al, then clearly there
islack of unity of invention. If, on the other hand,
there is a single genera inventive concept that
appearsnovel and involvesinventive step, then there
isunity of invention and an objection of lack of unity
does not arise. For determining the action to betaken
by the examiner between these two extremes, rigid
rules cannot be given and each case should be
considered on its merits, the benefit of any doubt
being given to the applicant.

From the preceding paragraphs it is clear that the
decision with respect to unity of invention restswith
the International Searching Authority or the
International Preliminary Examining Authority.
However, the International Searching Authority or
the International Preliminary Examining Authority
should not raise objection of lack of unity of
invention merely becausetheinventions claimed are
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classified in separate classification groups or merely
for the purpose of restricting the international search
to certain classification groups.

Unity of invention has to be considered in the first
place only in relation to the independent claims in
an international application and not the dependent
claims. By “dependent” claimismeant aclaimwhich
contains all the features of one or more other claims
and containsareference, preferably at the beginning,
to the other claim or claims and then states the
additional features claimed (PCT Rule 6.4). The
examiner should bear in mind that aclaim may also
contain areference to another claim even if it is not
adependent claim as defined in PCT Rule 6.4. One
example of thisis a claim referring to a claim of a
different category (for example, “Apparatus for
carrying out the process of Claim 1 ...,” or “Process
for the manufacture of the product of Clam 1 ..").
Similarly, a claim to one part referring to another
cooperating part, for example, “ plug for cooperation
with the socket of Claim 1 ...”) is not a dependent
claim.

If the independent claims avoid the prior art and
satisfy the requirement of unity of invention, no
problem of lack of unity arises in respect of any
claims that depend on the independent claims. In
particular, it does not matter if a dependent claim
itself contains a further invention. For example,
suppose claim 1 claims aturbine rotor blade shaped
in a specified manner such that it avoids the prior
art, while claim 2 is for a “turbine rotor blade as
claimedinclaim 1" and produced fromaloy Z. Then
no objection under PCT Rule 13 ariseseither because
alloy Z was new and its composition was not obvious
and thusthe alloy itself aready containsthe essential
features of an independent possibly later patentable
invention, or because, although alloy Z was not new,
its application in respect of turbinerotor bladeswas
not obvious, and thus represents an independent
invention in conjunction with turbine rotor blades.
As another example, suppose that the main claim
defines a process avoiding the prior art for the
preparation of a product A starting from a product
B and the second claim reads: “Process according
to claim 1 characterized by producing B by areaction
using the product C.” In this case, too, no objection
arisesunder PCT Rule 13, whether or not the process
for preparation of B from C is novel and inventive,
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since claim 2 contains all the features of claim 1.
Equally, no problem arises in the case of a
genus/species situation where the genusclaim avoids
the prior art, provided the genus claim is directed
only to alternatives of a similar nature and the
speciesfallsentirely within the genus. To determine
if agenus claim is directed only to aternatives “ of
a similar nature” see subsection 1I1.B. below.
Moreover, no problem arises in the case of a
combination/subcombination situation where the
subcombination claim avoids the prior art and the
combination claim includes al the features of the
subcombination.

If, however, an independent claim does not avoid
the prior art, then the question whether there is still
an inventive link between all the claims dependent
on that claim needs to be carefully considered. If
there is no link remaining, an objection of lack of
unity a posteriori (that is, arising only after
assessment of the prior art) may be raised. Similar
considerations apply in the case of a genus/species
or combination/subcombination situation.

This method for determining whether unity of
invention existsisintended to be applied even before
the commencement of the international search.
Where a search of the prior art is made, an initial
determination of unity of invention, based on the
assumption that the claims avoid the prior art, may
be reconsidered on the basis of the results of the
search of the prior art.

Alternative forms of an invention may be claimed
either in a plurality of independent claims, or in a
single claim. In the latter case, the presence of the
independent alternatives may not be immediately
apparent. In either case, however, the same criteria
should be applied in deciding whether thereis unity
of invention. Accordingly, lack of unity of invention
may exist within a single claim. Where the claim
contains distinct embodimentsthat are not linked by
asingle general inventive concept, the objection as
to lack of unity of invention should be raised. PCT
Rule 13.3 does not prevent an Authority from
objecting to aternatives being contained within a
single claim on the basis of considerations such as
clarity, the conciseness of claims or the claims fee
system applicable in that Authority.
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Objection of lack of unity of invention does not
normally arise if the combination of a number of
individual elementsisclaimed in asingle claim (as
opposed to distinct embodiments as discussed in the
paragraph immediately above), even if these
elements seem unrelated when considered
individually.

1. ILLUSTRATIONS OF PARTICULAR
SITUATIONS

There are three particular situations for which the
method for determining unity of invention contained
in PCT Rule 13.2 is explained in greater detail:

(A) Combinations of different categories of
clams;

(B) So-caled “Markush practice”; and
(C) Intermediate and final products.

Principles for the interpretation of the method
contained in PCT Rule 13.2, in the context of each
of those situations are set out bel ow. It isunderstood
that the principles set out below are, in all instances,
interpretations of and not exceptions to the
requirements of PCT Rule 13.2.

Examplesto assist in understanding the interpretation
on the three areas of special concern referred to in
the preceding paragraph are set out in Chapter 10 of
the International Search and Preliminary
Examination Guidelineswhich can be obtained from
the Patent Examiner’s Toolkit link or from WIPO’s
website (www.wipo.int/pct/en/texts/gdlines.html).

A. Combinations of Different Categories of Claims

The method for determining unity of invention under
PCT Rule 13 shall be construed as permitting, in
particular, the inclusion of any one of the following
combinations of claims of different categoriesinthe
same international application:

(A) Inaddition to an independent claim for a
given product, an independent claim for a process
specially adapted for the manufacture of the said
product, and an independent claim for a use of the
said product; or

(B) Inaddition to an independent claim for a
given process, an independent claim for an apparatus
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or means specifically designed for carrying out the
said process; or

(©) Inaddition to an independent claim for a
given product, an independent claim for a process
specially adapted for the manufacture of the said
product and an independent claim for an apparatus
or means specifically designed for carrying out the
said process.

A process is specially adapted for the manufacture
of aproduct if it inherently resultsin the product and
an apparatus or means is specifically designed for
carrying out a process if the contribution over the
prior art of the apparatus or means corresponds to
the contribution the process makes over the prior
art.

Thus, a process shall be considered to be specially
adapted for the manufacture of a product if the
claimed process inherently results in the claimed
product with the technical relationship being present
between the claimed product and claimed process.
The words “specialy adapted” are not intended to
imply that the product could not also be
manufactured by a different process.

Also an apparatus or means shall be considered to
be specifically designed for carrying out a claimed
process if the contribution over the prior art of the
apparatus or means corresponds to the contribution
the process makes over the prior art. Consequently,
it would not be sufficient that the apparatus or means
is merely capable of being used in carrying out the
clamed process. However, the expression
“gpecificaly designed” does not imply that the
apparatus or means could not be used for carrying
out another process, nor that the process could not
be carried out using an aternative apparatus or
means.

More extensive combinations than those set forth
above should be looked at carefully to ensure that
the requirements of both PCT Rule 13 (unity of
invention) and PCT Article 6 (concisenessof claims)
are satisfied. In particular, while a single set of
independent claims according to one of (A), (B), or
(C) aboveisaways permissible, it does not require
the International Authority to accept a plurality of
such sets which could arise by combining the
provisions of PCT Rule 13.3 (which provides that
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the determination of unity of invention be made
without regard to whether theinventions are claimed
in separate claims or as alternatives within asingle
claim), with the provisions set out above (thus
resulting in a set based on each of a number of
independent claimsin the same category under PCT
Rule 13.3). The proliferation of claims arising from
a combined effect of this kind should be accepted
only exceptionally. For example, independent claims
are permissible for two related articles such as a
transmitter and receiver; however, it does not follow
that an applicant may include also, in the one
international application, four additional independent
claims: two for a process for the manufacture of the
transmitter and the receiver, respectively, and two
for use of the transmitter and receiver, respectively.

A single general inventive concept must link the
clams in the various categories and in this
connection the wording above should be carefully
noted. The link between product and processin (A)
isthat the process must be“ specially adapted for the
manufacture of” the product. Similarly, in (B), the
apparatus or means claimed must be “specifically
designed for” carrying out the process. Likewise, in
(C), the process must be “specially adapted for the
manufacture of” the product and the apparatus must
be “specifically designed for” carrying out the
process. In combinations (A) and (C), the emphasis
is on, and the essence of the invention should
primarily reside in, the product, whereas in
combination (B) the emphasis is on, and the
invention should primarily reside in, the process.
(See Examples in Chapter 10 of the International
Search and Preliminary Examination Guidelines
which can be obtained from the Patent Examiner’s
Toolkit link or from WIPO's website
(www.wipo.int/pct/en/texts/gdlines.html.))

B. “Markush Practice’

The situation involving the so-called Markush
practice wherein a single claim defines alternatives
(chemical or non-chemical) isaso governed by PCT
Rule 13.2. In this special situation, the requirement
of a technical interrelationship and the same or
corresponding special technical features as defined
in PCT Rule 13.2, shall be considered to be met
when the alternatives are of asimilar nature.
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When the Markush grouping is for alternatives of
chemical compounds, they shall be regarded asbeing
of a similar nature where the following criteria are
fulfilled:

(A) All alternatives have acommon property or
activity; and
(B)
(1) A common structureis present, i.e., a

significant structural element is shared by all of the
alternatives; or

(B)

(2) In cases where the common structure
cannot bethe unifying criteria, all aternativesbelong
to arecognized class of chemical compoundsin the
art to which the invention pertains.

In paragraph (B)(1), above, the words “significant
structura element isshared by all of the alternatives’
refer to cases where the compounds share acommon
chemical structure which occupies a large portion
of their structures, or in case the compounds have
in common only asmall portion of their structures,
the commonly shared structure constitutes a
structurally distinctive portion in view of existing
prior art, and the common structure is essentia to
the common property or activity. The structura
element may be asingle component or acombination
of individual components linked together.

In paragraph (B)(2), above, the words “recognized
class of chemical compounds’ mean that thereisan
expectation from the knowledge in the art that
members of the class will behave in the same way
in the context of the claimed invention. In other
words, each member could be substituted one for
the other, with the expectation that the same intended
result would be achieved.

Thefact that the alternatives of aMarkush grouping
can be differently classified should not, taken alone,
be considered to be justification for a finding of a
lack of unity of invention.

When dealing with aternatives, if it can be shown
that at least one Markush alternative is not novel
over the prior art, the question of unity of invention
should be reconsidered by the examiner.
Reconsideration does not necessarily imply that an
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objection of lack of unity shall be raised. (See
Examplesin Chapter 10 of the International Search
and Preliminary Examination Guidelineswhich can
be obtained from the Patent Examiner’s Toolkit link
or from WIPO's website (www.wipo.int/pct/
en/texts/gdlines.html.))

C. Intermediate and Final Products

The situation involving intermediate and final
productsis aso governed by PCT Rule 13.2.

The term “intermediate” is intended to mean
intermediate or starting products. Such products have
the ability to be used to produce final products
through a physical or chemical change in which the
intermediate loses itsidentity.

Unity of invention shall be considered to be present
in the context of intermediate and final products
where the following two conditions are fulfilled:

(A) Theintermediate and final products have
the same essential structural element, in that:

(1) The basic chemical structures of the
intermediate and the final products are the same, or

(2) The chemical structures of the two
products are technically closely interrelated, the
intermediate incorporating an essential structural
element into the final product; and

(B) Theintermediate and final products are
technically interrelated, this meaning that the final
product is manufactured directly from the
intermediate or is separated from it by a small
number of intermediates all containing the same
essential structural element.

Unity of invention may also be considered to be
present between intermediate and final products of
which the structures are not known, for example, as
between an intermediate having a known structure
and a final product the structure of which is not
known, or as between an intermediate of unknown
structure and afinal product of unknown structure.
In order to satisfy unity in such cases, there must be
sufficient evidence to lead one to conclude that the
intermediate and final products are technicaly
closely interrelated as, for example, when the
intermediate contains the same essential element as
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thefinal product or incorporates an essential element
into the final product.

It is possible to accept in a single international
application different intermediate products used in
different processes for the preparation of the final
product, provided that they have the same essential
structural element.

The intermediate and final products shall not be
separated, in the process leading from one to the
other, by an intermediate which is not new.

If the sameinternational application claimsdifferent
intermediatesfor different structural parts of thefinal
product, unity shall not be regarded as being present
between the intermediates.

If the intermediate and final products are families
of compounds, each intermediate compound shall
correspond to acompound claimed in the family of
the final products. However, some of the fina
products may have no corresponding compound in
the family of the intermediate products so that the
two families need not be absolutely congruent.

As long as unity of invention can be recognized
applying the above interpretations, the fact that,
besides the ability to be used to produce final
products, the intermediates also exhibit other
possible effects or activities shall not affect the
decision on unity of invention. (See Examples in
Chapter 10 of the International Search and
Preliminary Examination Guidelines which can be
obtained from the Patent Examiner’s Toolkit link or
from WIPO's website (www.wipo.int/pct/en/
texts/gdlines.html.))

V. SEARCH OF ADDITIONAL INVENTIONS
WITHOUT PAYMENT OF FEES

If little or no additional search effort is required,
reasons of economy may make it advisable for the
examiner, while making the search for the main
invention, to search at the same time, despite the
nonpayment of additional fees, one or more
additional inventions in the classification units
consulted for the main invention. The international
search for such additional inventions will then have
to be completed in any further classification units

Rev. 01.2024, November 2024

MANUAL OF PATENT EXAMINING PROCEDURE

which may be relevant, when the additional search
fees have been paid. This situation may occur when
the lack of unity of invention is found either “ a
priori ” or “ aposteriori.”

When the examiner findslack of unity of invention,
normally, the applicant isinvited to pay feesfor the
search of additional inventions. In exceptional
circumstances, however, the examiner may be able
to establish both an international search and awritten
opinion covering more than one invention with
negligible additional work, in particular, when the
inventions are conceptually very close. In those
cases, the examiner may decide to complete the
international search and the written opinion of the
International Searching Authority for the additional
invention(s) together with that for theinvention first
mentioned. In considering the amount of work
involved, the examiner should take into account the
time needed to create the written opinion aswell as
that needed to perform the search, since even when
the additional work with regard to the search is
negligible, the opposite may be the case for the
written opinion of the International Searching
Authority and therefore justify requesting the
additional fees. If it is considered that the total
additional work does not justify requesting additional
fees, all results are included in the international
search report (and where applicable, the written
opinion) without inviting the applicant to pay an
additional search fee in respect of the additional
inventions searched but stating the finding of lack
of unity of invention.

V. INVITATION TO PAY ADDITIONAL FEES

The search fee which the applicant isrequired to pay
isintended to compensate the International Searching
Authority for carrying out an international search
and preparing awritten opinion, but only where the
international application meets the “requirement of
unity of invention.” That meansthat theinternational
application must relate to only oneinvention or must
relate to a group of inventions which are so linked
as to form a single general inventive concept (PCT
Articles 3(4)(iii) and 17(3)(a)).

If the International Searching Authority finds that
the international application does not comply with
the requirement of unity of invention, the applicant
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will beinformed of the lack of unity of invention by
a communication preceding the issuance of the
international search report and written opinion of
the International Searching Authority which contains
an invitation to pay additional search fees. (Form
PCT/ISA/206 or USPTO/299 (telephone practice),
see below). Thisinvitation specifies the reasons the
international applicationisnot considered to comply
with the requirement of unity of invention, identifies
the separate inventions, and indicates the number of
additional search fees and the amount to be paid
(PCT Rules40.1, 40.2(a) and (b)). TheInternational
Searching Authority cannot consider the application
withdrawn for lack of unity of invention, nor invite
the applicant to amend the claims, but informs the
applicant that, if the international search reportisto
be drawn up in respect of those inventions present
other than the first mentioned, then the additional
fees must be paid within one month from the date
of the invitation to pay additiona fees (PCT Rule
40.1). Such additional fees are payable directly to
the International Searching Authority which is
conducting the search, i.e., the USPTO, EPO, KIPO,
IPAU, ILPO, JPO, or IPOS. The additional search
fee amounts for the competent international
searching authorities can be found in Annex D of
the Applicant’s Guide
(www.wipo.int/pct/en/appguide).

In the invitation to pay additional fees, the
International Searching Authority should set out a
logically presented, technical reasoning containing
the basic considerations behind the finding of lack
of unity (PCT Rule 40.1).

Since these payments must take place within the
time limit set by the International Searching
Authority so asto enabl e the observation of thetime
limit for establishing the international search report
set by PCT Rule 42, the International Searching
Authority should endeavor to ensure that
international searches be made as early as possible
after thereceipt of the search copy. The International
Searching Authority finally draws up the
international search report and written opinion of
the International Searching Authority on those parts
of the international application which relate to the
“main invention,” that is, the invention or the group
of inventions so linked as to form a single general
inventive concept first mentioned in the claims (PCT
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Article 17(3)(a)). Moreover, theinternational search
report and written opinion of the International
Searching Authority will be established also on those
parts of the international application which relate to
any invention (or any group of inventions so linked
as to form a single general inventive concept) in
respect of which the applicant has paid any
additional fee within the prescribed time limits.

Where, within the prescribed time limit, the applicant
does not pay any additional fees or only pays some
of the additional feesindicated, certain parts of the
international application will consequently not be
searched. Thelack of aninternational search report
in respect of such parts of the international
application will, in itself, have no influence on the
validity of the internationa application and
processing of the international application will
continue, both in theinternational and in the national
(regional) phases. The unsearched claims, upon entry
into the national stage, will be considered by the
examiner and may bethe subject of aholding of lack
of unity of invention.

VI. PREPARATION OF THE INVITATIONTO
PAY ADDITIONAL FEES

An Invitation to Pay Additional Fees and, Where
Applicable, Protest Fee (Form PCT/ISA/206) isused
to invite the applicant to pay additional search fees.
In the space provided on form PCT/ISA/206, the
examiner should indicate the number of inventions
claimed in the international application covering
which particular claims and explain why the
international application isnot considered to comply
with the requirements of unity of invention. The
examiner should then indicate the total amount of
additional feesreguired for the search of al claimed
inventions.

Any claims found to be unsearchable under PCT
Article 17(2)(b) are not included with any invention.
Unsearchable claims include the following:

(A) claimsdrawn to subject matter not required
to be searched by the International Searching
Authority (see MPEP § 1843.02);

(B) claimsin respect of which a meaningful
search cannot be carried out (see MPEP § 1843.03);
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(C) muiltiple dependent claims which do not
comply with PCT Rule 6.4(a) (see MPEP § 1843.03).

In the box provided at the top of the form, the time
limit of one month for response is set according to
PCT Rule40.1. Extensions of time are not permitted.

VIl. AUTHORIZED OFFICER

Form PCT/ISA/206 must be signed by an examiner
with at least partial signatory authority.

VIIl. TELEPHONIC UNITY PRACTICE

Telephone practice may be used to allow applicants
to pay additional feesif

(A) Applicant or applicant’slegal representative
has a USPTO deposit account,

(B) Applicant or the legal representative orally
agrees to charge the additional fees to the account,
and

(C) A completerecord of the telephone
conversation isincluded with theinternational search
report including:

(1) Examiner’s name;
(2) Authorizing attorney’s name;
(3) Date of conversation,

(4) Inventionsfor which additional feespaid;
and

(5) Deposit account number and amount to
be charged.

When the telephone practiceis used in making lack
of unity requirements, it iscritical that the examiner
orally inform applicant that there is no right to
protest the holding of lack of unity of invention for
any group of invention(s) for which no additional
search fee has been paid.

The examiner must further orally advise applicant
that any protest to the holding of lack of unity or the
amount of additional fee required must be filed in
writing no later than one month from the mailing
date of theinternational search report. The examiner
should fill in the information on Form USPTO/299
“Chapter | PCT Telephone Memorandum for Lack
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of Unity” as a record of the telephonic holding of
lack of unity.

If the applicant or the legal representative or agent
refusesto either agree to a search limited to the first
mentioned invention or authorize payment of
additional fees over the telephone, or if applicant
does not have adeposit account, the examiner should
send a written invitation using Form PCT/ISA/206.

If a written invitation is required, the examiner
should, if possible, submit the written invitation to
the Technology Center for review and mailing within
7 days from the date the international application is
charged to the examiner.

IX. FORM PARAGRAPHSFOR LACK OF UNITY
IN INTERNATIONAL APPLICATIONS

9 18.05Heading for Lack of Unity Action for PCT
Applications During the International Phase (Including
Species)

REQUIREMENT FOR UNITY OF INVENTION

As provided in 37 CFR 1.475(a), an international application
shall relate to one invention only or to agroup of inventions so
linked as to form a single general inventive concept
(“requirement of unity of invention”). Where a group of
inventions is claimed in an international application, the
requirement of unity of invention shall be fulfilled only when
there is a technical relationship among those inventions
involving one or more of the same or corresponding specia
technical features. The expression “special technical features’
shall mean those technical features that define a contribution
which each of the claimed inventions, considered as a whole,
makes over the prior art.

The determination whether a group of inventions is so linked
as to form a single general inventive concept shall be made
without regard to whether theinventions are claimed in separate
claims or as dternatives within a single claim. See 37 CFR

1.475(e).

When ClaimsAre Directed to Multiple Processes, Products,
and/or Apparatuses:

Products, processes of manufacture, processes of use, and
apparatuses are different categories of invention. When an
application includes claims to more than one product, process,
or apparatus, the first invention of the category first mentioned
in the claims of the application and the first recited invention
of each of the other categoriesrelated thereto will be considered
as the “main invention” in the clams. In the case of
non-compliance with unity of invention and where no additional
feesaretimely paid, theinternational search and/or international
preliminary examination, as appropriate, will be based on the
maininventionin theclaims. See PCT Article 17(3)(a), 37 CFR
1.475(d), 37 CFR 1.476(c) and 37 CFR 1.488(b)(3).
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As provided in 37 CFR 1.475(b), an international application
containing claims to different categories of invention will be
considered to have unity of invention if the claims are drawn
only to one of the following combinations of categories:

(1) A product and a process specially adapted for the
manufacture of said product; or

(2) A product and a process of use of said product; or

(3) A product, a process specially adapted for the
manufacture of the said product, and a use of the said product;
or

(4) A process and an apparatus or means specifically
designed for carrying out the said process; or

(5) A product, aprocess specially adapted for the
manufacture of the said product, and an apparatus or means
specifically designed for carrying out the said process.

Otherwise, unity of invention might not be present. See 37 CFR
1.475(c).

This application contains the following inventions or groups of
inventions which are not so linked as to form a single general
inventive concept under PCT Rule 13.1.

Examiner Note:

1. Beginall Lack of Unity actionsfor PCT applicationsduring
the international phase (including species) with this heading.

2. Follow with form paragraphs 18.06 - 18.06.02, 18.07 -
18.07.03, as appropriate.

3. Useform paragraph 18.18 for lack of unity in U.S. national
stage applications submitted under 35 U.S.C. 371 .

9 18.06 Lack of Unity - Three Groups of Claims
Group [1], claim(s) [2], drawn to [3].

Group [4], claim(s) [5], drawn to [6].

Group [7], claim(s) [8], drawn to [9].

Examiner Note:

1. Inbrackets1, 4 and 7, insert Roman numerals for each
Group.

2. Inbrackets 2, 5 and 8, insert respective claim numbers.

3. Inbrackets 3, 6 and 9, insert respective names of grouped
inventions.

9 18.06.01 Lack of Unity - Two (or Additional) Groups of
Claims

Group [1], claim(s) [2], drawn to [3].
Group [4], claim(s) [5], drawn to [6].

Examiner Note:

This form paragraph may be used alone or following form
paragraph 18.06.
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9 18.06.02 L ack of Unity - OneAdditional Group of Claims
Group [1], claim(s) [2], drawn to [3].
Examiner Note:

This form paragraph may be used following either form
paragraph 18.06 or 18.06.01.

1 18.07 Lack of Unity - ReasonsWhy I nventionsL ack Unity

The groups of inventions listed above do not relate to a single
general inventive concept under PCT Rule 13.1 because, under
PCT Rule 13.2, they lack the same or corresponding special
technical features for the following reasons:

Examiner Note:

Follow with form paragraphs 18.07.01 through 18.07.03, as
appropriate.

9 18.07.01 Same or Corresponding Technical Feature
L acking Among Groups

[1] lack unity of invention because the groups do not share the
same or corresponding technical feature.

Examiner Note:

1. Thisform paragraph may be used, for example, where the
claims of Group | are directed to A + B, whereas the claims of
Group Il aredirected to C + D, and thus the groups do not share
atechnical feature.

2. Inbracket 1: For international applicationsin the
international phase, identify the groups involved by Roman
numeras(e.g., “Groups| and 1) in accordance with the groups
listed using form paragraphs 18.06 - 18.06.02. For U.S. national
stage applications under 35 U.S.C. 371, identify the groups
involved by Roman numerals (e.g., “Groups | and 11”) where
inventions have been grouped using form paragraphs 18.06 -
18.06.02, or identify the species involved where species have
been listed using form paragraph 18.20.

9§ 18.07.02 Shared Technical Feature Does Not Make a
Contribution Over the Prior Art

[1] lack unity of invention because even though the inventions
of these groups require the technical feature of [2], thistechnical
feature is not a special technical feature as it does not make a
contribution over the prior art in view of [3]. [4]

Examiner Note:

1. Inbracket 1: For international applicationsin the
international phase, identify the groups involved by Roman
numeras(e.g., “Groups| and 1) in accordance with the groups
listed using form paragraphs 18.06 - 18.06.02. For U.S. national
stage applications under 35 U.S.C. 371, identify the groups
involved by Roman numerals (e.g., “Groups | and 11”) where
inventions have been grouped using form paragraphs 18.06 -
18.06.02, or identify the species involved where species have
been listed using form paragraph 18.20.

2. Inbracket 2, identify the technical feature shared by the
groups.
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3. Inbracket 3, insert citation of prior art reference(s)
demonstrating the shared technical feature does not make a
contribution over the prior art. Whether a particular technical
feature makesa*“ contribution” over the prior art, and, therefore,
constitutes a “ special technical feature,” is considered with
respect to novelty and inventive step.

4. Inbracket 4, explain how the shared technical feature lacks
novelty or inventive step in view of the reference(s).

1 18.07.03 Heading — Chemical Compound Alter natives of
Markush Group Are Not of a Similar Nature

Where a single claim defines alternatives of a Markush group,
therequirement of atechnical interrelationship and the same or
corresponding specia technical featuresasdefined in Rule 13.2,
is considered met when the alternatives are of asimilar nature.
When the Markush grouping is for alternatives of chemical
compounds, the alternatives are regarded as being of a similar
nature where the following criteria are fulfilled:

(A) al aternatives have a common property or activity;
AND

(B)

(1) acommon structureis present, that is, asignificant
structural element is shared by all of the alternatives; OR

(B)

(2) in caseswhere the common structure cannot be the
unifying criteria, all alternatives belong to arecognized class
of chemical compoundsin the art to which theinvention pertains.

The phrase “ significant structural element isshared by all of the
alternatives’ refers to cases where the compounds share a
common chemical structure which occupies a large portion of
their structures, or in case the compounds have in common only
asmall portion of their structures, the commonly shared structure
constitutes a structurally distinctive portion in view of existing
prior art, and the common structure is essential to the common
property or activity.

The phrase “recognized class of chemical compounds’ means
that there is an expectation from the knowledge in the art that
members of the classwill behaveinthe same way in the context
of the claimed invention, i.e. each member could be substituted
one for the other, with the expectation that the same intended
result would be achieved.

Examiner Note:

1. Thisheading should be used when the chemical alternatives
of a Markush group are determined to lack unity of invention.

2. Follow with form paragraphs listed using form paragraphs
18.07.03a - 18.07.03c, as appropriate.

1 18.07.03aAlternativesL ack Common Property or Activity

The chemical compounds of [1] are not regarded as being of
similar nature because al of the alternatives do not share a
common property or activity. [2]

Examiner Note:

1. Inbracket 1: For international applicationsin the
international phase, identify the groups involved by Roman

Rev. 01.2024, November 2024

MANUAL OF PATENT EXAMINING PROCEDURE

numerals(e.g., “Groups| and I1") in accordance with the groups
listed using form paragraphs 18.06 - 18.06.02. For U.S. national
stage applications under 35 U.S.C. 371, identify the species
involved where species have been listed using form paragraph

18.20.

2. Inbracket 2, insert reasoning.

1 18.07.03b Alternatives Share a Common Structure -
However, the Common Structureis Not a Significant
Structural Element and the Alternatives Do Not Belong to
a Recognized Class

Although the chemical compounds of [1] share a common
structure of [2], the common structure is not a significant
structural element because it represents only a small portion of
the compound structures and does not constitute a structurally
distinctive portion in view of [3]. Further, the compounds of
these groups do not belong to a recognized class of chemical
compounds. [4]

Examiner Note:

1. Inbracket 1: For international applicationsin the
international phase, identify the groups involved by Roman
numeras(e.g., “Groups| and I1") in accordance with the groups
listed using form paragraphs 18.06 - 18.06.02. For U.S. national
stage applications under 35 U.S.C. 371, identify the species
involved where species have been listed using form paragraph
18.20.

2. Inbracket 2, identify common structure.

3. Inbracket 3, insert citation of prior art reference(s) relied
upon to demonstrate the commonly shared structure is not
distinctive.

4. In bracket 4, explain why the compounds do not belong to
arecognized class of chemical compounds.

9 18.07.03cAlternativesDo Not ShareaCommon Structure
or Belong to Recognized Class

The chemical compounds of [1] are not regarded as being of
similar nature because: (1) all the aternatives do not share a
common structure and (2) the alternatives do not al belong to
arecognized class of chemical compounds. [2]

Examiner Note:

1. Inbracket 1: For international applicationsin the
international phase, identify the groups involved by Roman
numeras(e.g., “Groups| and 1) in accordance with the groups
listed using form paragraphs 18.06 - 18.06.02. For U.S. national
stage applications under 35 U.S.C. 371, identify the species
involved where species have been listed using form paragraph
18.20.

2. Inbracket 2, insert reasoning.

1800-100



PATENT COOPERATION TREATY

X. PROTEST PROCEDURE

PCT Administrative I nstructions Section 502.

Transmittal of Protest Against Payment of Additional Fees
and Decision Thereon Where I nternational Application Is
Considered to Lack Unity of I nvention

The International Searching Authority shall transmit to the
applicant, preferably at the latest together with the international
search report, any decision which it hastaken under Rule 40.2(c)
on the protest of the applicant against payment of additional
fees where the international application is considered to lack
unity of invention. At the same time, it shall transmit to the
International Bureau acopy of both the protest and the decision
thereon, as well as any request by the applicant to forward the
texts of both the protest and the decision thereon to the
designated Offices.

37 CFR 1.477 Protest to lack of unity of invention before the
International Searching Authority.

(a) If the applicant disagrees with the holding of lack of
unity of invention by the International Searching Authority,
additional fees may be paid under protest, accompanied by a
reguest for refund and a statement setting forth reasons for
disagreement or why the required additional feesare considered

excessive, or both (PCT Rule 40.2(c)).

(b) Protest under paragraph (&) of this section will be
examined by the Director or the Director’sdesignee. In the event
that the applicant’s protest is determined to be justified, the
additional fees or a portion thereof will be refunded.

(c) An applicant who desiresthat a copy of the protest and
the decision thereon accompany the international search report
when forwarded to the Designated Offices, may notify the
International Searching Authority to that effect any time prior
to the issuance of the international search report. Thereafter,
such notification should be directed to the International Bureau

(PCT Rule 40.2(c)).

The applicant may protest the allegation of lack of
unity of invention or that the number of required
additional feesis excessive and request a refund of
the additional fee(s) paid. If, and to the extent that,
the International Searching Authority finds the
protest justified, the feg(s) are refunded (PCT Rule
40.2(c)). (The additional search fees must be paid
for any protest to be considered, but no protest fee
under PCT Rule 40.2(€) isdue in the ISA/US))

Protest of allegation of lack of unity isin the form
of areasoned statement accompanying payment of
the additional fee, explaining why the applicant
believes that the requirements of unity of invention
arefulfilled and fully taking into account the reasons
indicated in the invitation to pay additional fees
issued by the International Searching Authority. Any
such protest filed with the U.S. Internationa
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Searching Authority will be decided by a Technology
Center Director (MPEP § 1002.02(c) item (2)). To
the extent applicant’s protest isfound to bejustified,
total or partial reimbursement of the additional fee
will be made. On the request of the applicant, the
text of both the protest and the decision thereon is
sent to the designated Offices together with the
international search report (37 CFR 1.477(c)).

X1. NOTIFICATION OF DECISION ON PROTEST

A Notification of Decision of Protest or Declaration
That Protest Considered Not to Have Been Made
(Form PCT/ISA/212) is used by the Technology
Center (TC) to inform the applicant of the decision
regarding applicant’s protest on the payment of
additional fees concerning unity of invention. The
TC checksthe appropriate box, i.e., 1 or 2. If box 2
ischecked, aclear and concise explanation asto why
the protest concerning the unity of invention was
found to be unjustified must be given. Since the
space is limited, supplemental attachment sheet(s)
should be incorporated whenever necessary.

XIl. AUTHORIZED OFFICER

Form PCT/ISA/212 must be signed by aTC Director.
See MPEP § 1002.02(c), item (2).

X111, UNITY OF INVENTION - NUCLEOTIDE
SEQUENCES

Under 37 CFR 1.475 and _1.499 et seq., when
claims do not comply with the requirement of unity
of invention, i.e., when the claimed subject matter
does not involve “one or more of the same or
corresponding specia technical features,” 37 CFR
1.475(a), an additional fee is required to maintain
the claimsin the same application. 37 CFR 1.476(b).

Nucleotide sequences encoding the same protein are
considered to satisfy the unity of invention standard
and will continue to be examined together.

Examples concerning Unity of Invention involving
biotechnological inventions may befound in Chapter
10 of the International Search and Preliminary
Examination Guidelineswhich can be obtained from
the Patent Examiner’s Toolkit link or from the
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WIPO's website
gdlines.html).

(www.wipo.int/pct/en/texts/

1851 |dentification of Patent Documents
[R-01.2024]

The examiner, in completing theinternational search
report aswell asthewritten opinion and international
preliminary examination report, is required to cite
the references in accordance with the provisions of
Administrative Instructions Sections 503 and 611
and WIPO Standard ST.14. These sections of the
Administrative Instructions require reference
citationsto include, in addition to other information
which isapparent from the formswhich the examiner
fillsout, an indication of the two-letter country code
of the country or entity issuing or publishing the
document and the standard code for identifying the
kind of patent document. The discussion which
follows is limited to the identification of patent
documents (and nonpatent publications) and alisting
of thetwo-letter country codesfor countries or other
entities which issue or publish industrial property
information.

The standard codes for identifying different kinds
of patent documents are found in the “WIPO
Handbook on Industrial Property Information and
Documentation” - WIPO Standard ST.16 which is
published by the World Intellectual Property
Organization. The listing is extensive. The Quality
Assurance Specialists in each Technology Center
(TC) have a complete copy of Standard ST.16. It is
also accessble on  WIPO's  website
(wwwiwipo.int/sandardgen/part_03 gandardshtml).
Provided herein is an abbreviated version
representing the countries and codes commonly used
by the examiner in preparing search reports.

U.S. patents published before January 2, 2001, are
CodeA documents generally. Beginning with patents
published on January 2, 2001, U.S. patents are Code
B documents. Patent Application Publications, first
published on March 15, 2001, are Code A
documents. Reexamination certificates published
before January 2, 2001, are Code B documents.
Reexamination certificates published on or after
January 2, 2001, are Code C documents. Tables
providing acompletelist of thekind codes of patents
and other documents published by the USPTO are
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included in MPEP_§ 901.04(a). All nonpatent
literature documents are Code N. Numerical
designations are sometimes found on published
documents along with the letter code designation.
These should be used by the examiner only if such
numerical designationison thedocument. Numerical
codes along with letter codes can be found, for
example, on certain published patent documents such
as the German Offenlegungsschrift and published
international applications. If numerical designations
are not provided, the examiner should use only the
letter code designation.

The most commonly cited documents are patents
and published patent applications. A guideline for
the citation of such documentsis listed below. The
listing isindicated in the order in which the elements
should be listed.

In the case of a patent or published patent
application:

(A) The Officethat issued the document, by the
two letter code (WIPO Standard ST.3);

(B) The number of the document as given to it
by the Office that issued it (for Japanese patent
documents the indication of the year of the reign of
the Emperor must precede the serial number of the
patent document);

(C) Thekind of document, by the appropriate
symbols as indicated on the document under WIPO
Standard ST.16 or, if not indicated on that document,
as provided in that Standard, if possible;

(D) The name of the patentee or applicant (in
capital |etters, where appropriate, abbreviated);

(E) The date of publication of the cited patent
document or, in case of acorrected patent document,
the date of issuance of the corrected patent document
asreferred to under INID code (48) of WIPO
Standard ST.9 and, if provided on the document, the
supplementary correction code as referred to under
INID code (15);

(F) Where applicable, the pages, columns, lines
or paragraph numbers where the relevant passages
appear, or the relevant figures of the drawings.

The following examples illustrate the citation of a
patent document as indicated above:
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JP10-105775A (NCRINTERNATIONAL INC.) 24 April 1998
(24.04.1998) paragraphs 26 to 30.

DE 3744403 A1 (JOSEK, A.) 29 August 1991 (29-08-1991),
page 1, abstract.

US 5,635,683 A (MCDERMOTT, R. M. et a.) 03 June 1997
(03/06/1997), column 7, lines 21 to 40.

STANDARD CODE FOR THE IDENTIFICATION
OF DIFFERENT KINDSOF PATENT DOCUMENTS

The Code, WIPO Standard ST.16 is subdivided into
mutually exclusive groups of letters. The groups
characterize patent documents, nonpatent literature
documents (N), and restricted documents (X).
Groups 1-7 comprise letters enabling identification
of documents pertaining to different publication
levels.

Part 7.3 " Examplesand Kinds of Patent Documents’
provides, inthefirst document (Part 7.3.1), examples
of patent documents, previously and currently
published, or intended to be published, listed
according to code. The second document (Part 7.3.2)
contains a listing, in aphabetical order of issuing
industrial property office, of kinds of patent
documents and their codes, as applied by the offices.
Finally, the third document (Part 7.3.3) provides
access to a collection of samples of first pages of
patent documents published by industrial property
offices.

Country Codes

The two-letter country codes are set forth in WIPO
Standard ST.3, which is published in the “WIPO
Handbook on Industrial Property Information and
Documentation” and is accessibleviatheinternet at
the WIPO website (www.wipo.int/standards/
en/part_03_standards.html). WIPO Standard ST.3
provides, in Annex |, alisting of two-letter country
codes and/or organizational codes in aphabetic
sequence of their short names for the states, other
entities and intergovernmental organizationsissuing
or publishing industrial property documents. Codes
for states or organizations that existed on January 1,
1978, but that no longer exist are provided in Annex
I, Section 2. Annex |l, Section 1 lists States for
which the Codes have changed.
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1852 Taking IntoAccount Resultsof Earlier
Search(es) [R-07.2015]

PCT Rule41
Taking into Account Results of Earlier Search
41.1 Takinginto Account Results of Earlier Search

Where the applicant has, under Rule 4.12, requested the
International Searching Authority to takeinto account theresults
of an earlier search and has complied with Rule 12 bis.1 and:

(i) the earlier search was carried out by the same
International Searching Authority, or by the same Office asthat
which is acting as the International Searching Authority, the
International Searching Authority shall, to the extent possible,
take those results into account in carrying out the international
search;

(ii) the earlier search was carried out by another
International Searching Authority, or by an Office other than
that which is acting as the International Searching Authority,
the International Searching Authority may take those results
into account in carrying out the international search.

37 CFR 1.104 Nature of examination.

(@) Examiner’saction.

*kkk*k

(3) Aninternational-type search will be madein all
national applications filed on and after June 1, 1978.

(4) Any national application may also have an
international -type search report prepared thereon at the time of
the national examination on the merits, upon specific written
request therefor and payment of the international-type search
report fee set forth in § 1.21(e). The Patent and Trademark Office
does not require that aformal report of an international-type
search be prepared in order to obtain a search fee refund in a
later filed international application.

*kkk*k

PCT Rule 4.12 provides that the applicant may
request that the results of an earlier international,
international-type or national search carried out by
the same or another Internationa Searching
Authority or by a national Office be used in
establishing an international search report on such
international application.

See MPEP § 1819. An international-type search is
conducted on al U.S. nonprovisional applications
filed after June 1, 1978.

When specifically requested by the applicant, the
examiner is required to prepare an international
search report taking into account the results of an
earlier search. The examiner can determine whether
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applicant hasrequested the | SA/US to usetheresults
of an earlier search by inspecting Box No. VII of
the PCT Reguest. Box No. VII of the Request also
allows applicant to indicate that certain documents
relating to the earlier search are either available to
the Authority or are being transmitted thereto.

Where the applicant has requested the United States
International Searching Authority (ISA/US) to take
into account earlier search results from a foreign
Office and where acopy of the earlier search results
(and a trandation into English where the search
results are in aforeign language) and copies of the
documents cited therein (other than copies of U.S.
patents and U.S. patent application publications)
have been provided, the examiner shall take into
account such earlier search results. Wherethe earlier
search results (including any required translation
thereof) or any copies of the documents cited therein
(other than copies of U.S. patents and U.S. patent
application publications) have not been furnished
and therefore are not of record in the file, whether
the earlier foreign Office search resultswill be taken
into account is at the examiner's discretion.

It is emphasized that when taking into account the
results of an earlier search, the examiner isnot bound
by the results of the earlier search. The process of
taking into account earlier search results consists of
a cursory review of the provided results, followed
by a more comprehensive inspection of the cited
referencesif warranted. Theformsused in preparing
the international search report do not provide for
indicating either that the results of an earlier search
have been taken into account or the extent to which
the results of an earlier search have been taken into
account and, accordingly, the examiner need not
make such indications in the international search
report.

1853 Amendment Under PCT Article 19
[R-10.2019]

PCT Article 19
Amendment of the Claims before the I nternational Bureau

(1) The applicant shall, after having received the
international search report, be entitled to one opportunity to
amend the claims of the international application by filing
amendmentswith the International Bureau within the prescribed
time limit. He may, at the sametime, file a brief statement, as
provided in the Regulations, explaining the anendments and
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indicating any impact that such amendments might have on the
description and the drawings.

(2) The amendments shall not go beyond the disclosurein
the international application as filed.

(3) If the national law of any designated State permits
amendmentsto go beyond the said disclosure, failure to comply
with paragraph (2) shall have no consegquence in that State.

PCT Rule 46
Amendment of Claims Before the I nternational Bureau
46.1 TimeLimit

Thetimelimit referred toin Article 19 shall be two monthsfrom
the date of transmittal of the international search report to the
International Bureau and to the applicant by the International
Searching Authority or 16 months from the priority date,
whichever timelimit expires|ater, provided that any amendment
made under Article 19 which is received by the International
Bureau after the expiration of the applicable time limit shall be
considered to have been received by that Bureau on the last day
of that timelimit if it reachesit before the technical preparations
for international publication have been completed.

46.2 Whereto File

Amendments made under Article 19 shall befiled directly with
the International Bureau.

46.3 Language of Amendments

If theinternational application has been filed in alanguage other
than thelanguage in whichit is published, any amendment made
under Article 19 shall be in the language of publication.

46.4 Statement

(@) The statement referred to in Article 19(1) shall bein
the language in which theinternational applicationispublished
and shall not exceed 500 words if in the English language or if
trandated into that language. The statement shall be identified
as such by aheading, preferably by using the words* Statement
under Article 19(1)" or their equivalent in the language of the
Statement.

(b) The statement shall contain no disparaging comments
on the international search report or the relevance of citations
contained in that report. Reference to citations, relevant to a
given claim, contained in the international search report may
be made only in connection with an amendment of that claim.

46.5 Form of Amendments

(a) Theapplicant, when making amendmentsunder Article
19, shall be required to submit a replacement sheet or sheets
containing a complete set of claimsin replacement of all the
clamsoriginaly filed.

(b) The replacement sheet or sheets shall be accompanied
by aletter which:

(i) shal identify the claims which, on account of the
amendments, differ from the claims originally filed, and shall
draw attention to the differences between the claims originally
filed and the claims as amended;
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(ii) shall identify the claims originally filed which, on
account of the amendments, are cancelled.

(iii) shall indicate the basis for the amendmentsin the
application asfiled.

PCT Administrative | nstructions Section 205

Numbering and I dentification of Claims Upon Amendment

(8 Amendmentsto the claims under Article 19 or Article
34(2)(b) may be made either by cancelling one or more entire
claims, by adding one or more new claims or by amending the
text of one or more of the claims asfiled. Whereaclaimis
cancelled, no renumbering of the other claimsshall be required.
In all cases where claims are renumbered, they shall be
renumbered consecutively in Arabic numerals.

(b) Theapplicant shall, intheletter referred to in the second
and third sentences of Rule 46.5(b) or Rule 66.8(c) indicate the
differences between the claims as filed and the claims as
amended or, asthe case may be, differences between the claims
as previously amended and currently amended. He shall, in
particular, indicate in the said | etter, in connection with each
claim appearing in the international application (it being
understood that identical indications concerning several claims
may be grouped), whether:

(i) theclaimisunchanged;

(i) theclaimis cancelled,

(iii) theclaimisnew;

(iv) the claim replaces one or more claims as filed;

(v) theclaimistheresult of the division of aclaim as
filed;

(vi) theclaim replacesone or more claimsaspreviously
amended;

(vii) theclaimistheresult of the division of aclaim
as previously amended

The applicant is entitled, under _Article 19, to one
opportunity to amend the claims of the international
application in the international phase. Further
opportunities to amend the claims, and aso the
description and the drawings, are available during
the international phase under Article 34 if, and only
if, the applicant files a Demand for international
preliminary examination. Any amendment to the
claims under Article 19 must be filed with the
International Bureau — not with the receiving Office
nor with the International Searching Authority. The
amendments must be in the language in which the
international application is published.

The opportunity to make amendments under Article
19 is available after the applicant has received the
international search report and the written opinion
of the International Search Authority, and remains
available until the end of 16 monthsfrom the priority
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date or two months after the transmittal (i.e., the date
of mailing) of that report and opinion, whichever
expires later. Amendments received by the
International Bureau after the time limit are still
accepted if they have been received before the
technical preparations for international publication
have been completed. Amendments to the claims
under Article 19 are not alowed where the
International Searching Authority has declared,
under Article 17(2), that no international search
report would be established. If the amendments to
the claims are timely received by the International
Bureau, such amendmentswill be published as part
of the publication of the international application
directly following the claims as filed. Article 19
offers applicants the opportunity to generally amend
the claims before entering the designated Offices.
The national laws of some designated Offices may
grant provisional protection on the invention from
the date of publication of the claims. Therefore, some
applicants take advantage of the opportunity under
Article 19 to polish the claims anticipating
provisional protection. See PCT Rule 46.5.

The submission of Article 19 amendments should
comprise:

(i) acomplete set of claimsin replacement of
the claims originally filed

(ii) aletter which must indicate the differences
between the claims as filed and those as amended
plus the basis for the amendments

(iii) an optional statement under Article 19

When filing amendmentsto the claimsunder Article
19, the applicant is required to file a sheet or sheets
containing a complete set of claims in replacement
of theclaimsoriginally filed. The replacement sheet
or sheets must be accompanied by a letter drawing
attention to the differences between the claims as
filed and the claimsasamended. It must aso indicate
the basis for the amendment to the claims with
specific references to particular parts of the
application as originally filed, as illustrated in the
Example bel ow. Where an amendment resultsin the
cancellation of an entire sheet of the international
application as originaly filed, the amendment (i.e.,
the cancellation) is evidenced only by the letter
addressed to the International Bureau. Amendments
may consist in the cancellation of one or more entire
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claims, in the addition of one or more new claims,
or in the amendment of the text of one or more of
the claims as filed. All the claims appearing on a
replacement sheet must be numbered in Arabic
numerals (corresponding to the order of the claims).
Where a claim is cancelled, no renumbering of the
other claims is required. However, where the
applicant does renumber claims, they must be
renumbered consecutively.

The letter, which must accompany the replacement
sheets containing amendments to the claims, must
indicate firstly the differences between the claims
asfiled and those as amended and secondly the basis
for the amendmentsin the application asfiled. This
should be done by stating, in connection with each
claim appearing in the international application,
whether:

(i) theclaim isunchanged,

(ii) theclaimis cancelled;

(iii) theclaimisnew;

(iv) the claim replaces one or more claims as
filed,

(v) theclaim istheresult of the division of a
claim asfiled, etc.

The replacement sheets containing the amended
claims should not, however, contain marked-up text;
they should contain clean text only. This should be
followed by an indication of the basis for the
amendments in the application as filed. The basis
for the amendments has to be indicated so that the
examiner may, by consulting those precise references
in the application, assess whether the amendments
contain subject-matter which extends beyond the
disclosure of the application as filed. Therefore,
non-specific indications such as* see the description
as filed” or “see the claims as filed” are generaly
not considered sufficient for an indication of the
basis for the amendment.

Example:

“Claim 1 amended; claims 2 to 7 unchanged; claims 8
and 9 amended; claims 10 to 14 cancelled; claims 15 to
17 unchanged; new claim 18 added.

(i) Basisfor the amendment: Claim 1 has been
amended at lines 4 and 11 to 14 and now indicates that

Rev. 01.2024, November 2024

MANUAL OF PATENT EXAMINING PROCEDURE

thefilter comprisesa periodic backwashing means serially
coupled to afirst and second chamber. The basis for this
amendment can be found in original claims 2 and 4 as
filed.

(ii) Basisfor the amendment: Concerning amended
claims 8 and 9, the indication of ‘quick-fire piston’ isin
the paragraphs numbered 2 and 19 in the description as
filed.

(iii) Basisfor the amendment: Claim 18 is new, the
indication isin drawing No. 111 of the original
application.”

Any amendment may be accompanied by a brief
statement by the applicant explaining the amendment
and indicating any impact it might have on the
description and the drawings. Such a statement is
published together with theinternational application
itself. Statements not referring to a specific
amendment are not permitted. The statement must
not exceed 500 words if in English or when
trandated into English. It may not contain
disparaging comments on the international search
report or on the relevance of any of the citations
contained in that report. References to certain
citations in the report may be made only in
connection with an amendment made to a specific
claim. The statement must be in the language in
which the international application is published.

A statement explaining the amendment is not to be
confused with and must be clearly distinguished
from the letter indicating the differences between
the claims as filed and those as amended and the
basisfor the amendment. It is also distinct from the
statement concerning amendments which must be
included in a demand for international preliminary
examination. It must therefore be identified as such
by aheading “ Statement under Article 19(1).” Where
the statement does not comply with the requirements,
it is neither published by the International Bureau
nor communicated to the designated Offices.

The PCT provides that amendments are not to go
beyond the disclosurein theinternational application
asfiled. Thisregquirement isnot directly enforceable
during Chapter | of the international phase, but
fallure to comply with it may have adverse
conseguences for the applicant during the
international preliminary examination and in the
national phase.
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1854 - 1855 [Reserved]

1856 Supplementary International Searches
[R-10.2019]

PCT Rule 45 bis
Supplementary I nternational Searches
45 bis.1 Supplementary Search Request

(8) The applicant may, at any time prior to the expiration
of 22 monthsfrom the priority date, request that a supplementary
international search be carried out in respect of the international
application by an International Searching Authority that is
competent to do so under Rule 45 bis.9. Such requests may be
made in respect of more than one such Authority.

(b) A request under paragraph (a) (“supplementary search
reguest”) shall be submitted to the International Bureau and
shall indicate:

(i) the name and address of the applicant and of the
agent (if any), thetitle of the invention, the international filing
date and the international application number;

(ii) the International Searching Authority that is
requested to carry out the supplementary international search
(“Authority specified for supplementary search”); and

(iii) where the international application wasfiledin a
language which is not accepted by that Authority, whether any
trandation furnished to the receiving Office under Rule 12.3 or
12.4isto form the basis of the supplementary international
search.

(c) The supplementary search request shall, where
applicable, be accompanied by:

(i) where neither thelanguageinwhich theinternational
application wasfiled nor that in which atrandation (if any) has
been furnished under Rule 12.3 or 12.4 is accepted by the
Authority specified for supplementary search, atrandlation of
the international application into alanguage which is accepted
by that Authority;

(ii) preferably, acopy of asequencelistingin electronic
form complying with the standard provided for in the
Administrative Instructions, if required by the Authority
specified for supplementary search.

(d) Wherethe International Searching Authority hasfound
that the international application does not comply with the
reguirement of unity of invention, the supplementary search
reguest may contain an indication of the wish of the applicant
to restrict the supplementary international search to one of the
inventionsasidentified by the International Searching Authority
other than the main invention referred to in Article 17(3)(a).

(e) The supplementary search request shall be considered
not to have been submitted, and the International Bureau shall
S0 declare:

(i) if itisreceived after the expiration of the time limit
referred to in paragraph (a); or

(i) if theAuthority specified for supplementary search
has not stated, in the applicable agreement under Article
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16(3)(b), its preparednessto carry out such searches or is not
competent to do so under Rule 45 bis.9(b).

45 bis.2 Supplementary Search Handling Fee

(@) The supplementary search request shall be subject to
the payment of afeefor the benefit of the International Bureau
(“supplementary search handling feg”) as set out in the Schedule
of Fees.

(b) The supplementary search handling fee shall be paidin
the currency in which the fee is set out in the Schedule of Fees
or in any other currency prescribed by the International Bureau.
The amount in such other currency shall be the equivalent, in
round figures, as established by the International Bureau, of the
amount as set out in the Schedul e of Fees, and shall be published
in the Gazette.

(c) The supplementary search handling fee shall be paid to
the International Bureau within one month from the date of
receipt of the supplementary search request. The amount payable
shall be the amount applicable on the date of payment.

(d) Thelnternational Bureau shall refund the supplementary
search handling fee to the applicant if, before the documents
referred to in Rule 45 bis.4(€)(i) to (iv) are transmitted to the
Authority specified for supplementary search, theinternational
application is withdrawn or considered withdrawn, or the
supplementary search request iswithdrawn or is considered not
to have been submitted under Rule 45 bis.1(e).

45 bis.3 Supplementary Search Fee

(8) Each International Searching Authority carrying out
supplementary international searches may require that the
applicant pay afee (“supplementary search fee”) for its own
benefit for carrying out such a search.

(b) The supplementary search fee shall be collected by the
International Bureau. Rules 16.1(b) to (e) shall apply mutatis
mutandis.

(c) Astothetimelimit for payment of the supplementary
search fee and the amount payable, the provisions of Rule
45 bis.2(c) shall apply mutatis mutandis.

(d) Thelnternational Bureau shall refund the supplementary
search fee to the applicant if, before the documents referred to
in Rule 45 bis.4(e)(i) to (iv) are transmitted to the Authority
specified for supplementary search, theinternational application
iswithdrawn or considered withdrawn, or the supplementary
search request is withdrawn or is considered not to have been
submitted under Rules 45 bis.1(e) or 45 bis.4(d).

(e) TheAuthority specified for supplementary search shall,
to the extent and under the conditions provided for in the
applicable agreement under Article 16(3)(b), refund the
supplementary search fee if, before it has started the
supplementary international search in accordance with Rule
45 bis.5(a), the supplementary search request is considered not
to have been submitted under Rule 45 bis.5(q).
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45 bis.4 Checking of Supplementary Search Request;
Correction of Defects; Late Payment of Fees; Transmittal to
Authority Specified for Supplementary Search

(a) Promptly after receipt of asupplementary search request,
the International Bureau shall check whether it complies with
the requirements of Rule 45 bis.1(b) and (c)(i) and shall invite
the applicant to correct any defects within atime limit of one
month from the date of the invitation.

(b) Where, by thetimethey are due under Rules 45 bis.2(c)
and 45 bis.3(c), the International Bureau finds that the
supplementary search handling fee and the supplementary search
fee have not been paid in full, it shall invite the applicant to pay
to it the amount required to cover those fees, together with the
|ate payment fee under paragraph (c), within atime limit of one
month from the date of the invitation.

(c) The payment of feesin response to an invitation under
paragraph (b) shall be subject to the payment to the International
Bureau, for its own benefit, of alate payment fee whose amount
shall be 50% of the supplementary search handling fee.

(d) If the applicant does not furnish the required correction
or does not pay the amount in full of the fees due, including the
late payment fee, before the expiration of the time limit
applicable under paragraph (a) or (b), respectively, the
supplementary search request shall be considered not to have
been submitted and the International Bureau shall so declare
and shall inform the applicant accordingly.

(e) On finding that the requirements of Rule 45 bis.1(b)
and (c)(i), 45 bis.2(c) and 45 bis.3(c) have been complied with,
the International Bureau shall promptly, but not before the date
of receipt by it of theinternational search report or the expiration
of 17 months from the priority date, whichever occursfirst,
transmit to the Authority specified for supplementary search a
copy of each of the following:

(i) the supplementary search request;
(ii) theinternational application;

(iii) any sequence listing furnished under Rule
45 bis.1(c)(ii); and
(iv) any tranglation furnished under Rule 12.3, 12.4 or

45 bis.1(c)(i) which isto be used as the basis of the
supplementary international search;

and, at the sametime, or promptly after their later receipt by the
International Bureau:

(v) theinternational search report and the written
opinion established under Rule 43 bis.1;

(vi) any invitation by the International Searching
Authority to pay additional feesreferred to in Article 17(3)(a);
and

(vii) any protest by the applicant under Rule 40.2(c)
and the decision thereon by the review body constituted in the
framework of the International Searching Authority.

(f) Upon request of the Authority specified for
supplementary search, the written opinion referred to in
paragraph (e)(v) shall, when not in English or in alanguage
accepted by that Authority, be translated into English by or
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under the responsibility of the International Bureau. The
International Bureau shall transmit a copy of the trandation to
that Authority within two months from the date of receipt of the
request for trandation, and shall at the same time transmit a
copy to the applicant.

45his.5 Start, Basisand Scope of Supplementary | nternational
Search

(@) TheAuthority specified for supplementary search shall
start the supplementary international search promptly after
receipt of the documents specified in Rule 45 bis.4(€)(i) to (iv),
provided that the Authority may, at its option, delay the start of
the search until it has also received the documents specified in
Rule 45 his.4(e)(v) or until the expiration of 22 months from
the priority date, whichever occursfirst.

(b) The supplementary international search shall be carried
out on the basis of the international application asfiled or of a
tranglation referred to in Rule 45 bis.1(b)(iii) or 45 bis.1(c)(i),
taking due account of the international search report and the
written opinion established under Rule 43.1 where they are
available to the Authority specified for supplementary search
before it starts the search. Where the supplementary search
request contains an indication under Rule 45 bis.1(d), the
supplementary international search may be restricted to the
invention specified by the applicant under Rule 45 bis.1(d) and
those parts of the international application which relate to that
invention.

(c) For the purposes of the supplementary international
search, Article 17(2) and Rules 13 ter.1, 33 and 39 shall apply
mutatis mutandis.

(d) Wheretheinternational search report isavailableto the
Authority specified for supplementary search beforeit startsthe
search under paragraph (a), that Authority may exclude from
the supplementary search any claimswhich were not the subject
of the international search.

(e) Wherethe International Searching Authority has made
the declaration referred to in Article 17(2)(a) and that declaration
isavailableto the Authority specified for supplementary search
before it starts the search under paragraph (@), that Authority
may decide not to establish asupplementary international search
report, in which case it shall so declare and promptly notify the
applicant and the International Bureau accordingly.

(f) The supplementary international search shall cover at
least the documentation indicated for that purposein the

applicable agreement under Article 16(3)(b).

(g) If the Authority specified for supplementary search
finds that carrying out the search is entirely excluded by a
limitation or condition referred to in Rule 45 bis.9(a), other than
alimitation under Article 17(2) as applicable by virtue of Rule
45 bis.5(c), the supplementary search request shall be considered
not to have been submitted, and the Authority shall so declare
and shall promptly notify the applicant and the International
Bureau accordingly.

(h) TheAuthority specified for supplementary search may,
in accordance with alimitation or condition referred to in Rule
45 his.9(a), decide to restrict the search to certain claims only,
inwhich case the supplementary international search report shall
so indicate.
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45 bis.6 Unity of Invention

(a) If the Authority specified for supplementary search
findsthat theinternational application doesnot comply with the
requirement of unity of invention, it shall:

(i) establish the supplementary international search
report on those parts of theinternational application which relate
totheinvention first mentioned intheclaims (“maininvention”);

(i) notify the applicant of its opinion that the
international application does not comply with the requirement
of unity of invention and specify the reasons for that opinion;
and

(iii) inform the applicant of the possibility of
requesting, within the time limit referred to in paragraph (c), a
review of the opinion.

(b) In considering whether the international application
complies with the requirement of unity of invention, the
Authority shall take due account of any documents received by
it under Rule 45 bis.4(e)(vi) and (vii) before it starts the
supplementary international search.

(c) The applicant may, within one month from the date of
the notification under paragraph (a)(ii), request the Authority
to review the opinion referred to in paragraph (a). The request
for review may be subjected by the Authority to the payment
toit, for its own benefit, of areview fee whose amount shall be
fixed by it.

(d) If the applicant, within the time limit under paragraph
(c), requests areview of the opinion by the Authority and pays
any required review fee, the opinion shall be reviewed by the
Authority. Thereview shall not be carried out only by the person
who made the decision which isthe subject of thereview. Where
the Authority:

(i) findsthat the opinion was entirely justified, it shall
notify the applicant accordingly;

(it) finds that the opinion was partially unjustified but
still considersthat the international application does not comply
with the requirement of unity of invention, it shall notify the
applicant accordingly and, where necessary, proceed as provided
for in paragraph (a)(i);

(iii) finds that the opinion was entirely unjustified, it
shall notify the applicant accordingly, establish the
supplementary international search report on all parts of the
international application and refund the review feeto the
applicant.

(e) On therequest of the applicant, the text of both the
reguest for review and the decision thereon shall be
communicated to the designated Offices together with the
supplementary international search report. The applicant shall
submit any trandation thereof with the furnishing of the
trandation of theinternational application required under Article
22.

(f) Paragraphs(a) to (e) shall apply mutatis mutandiswhere
the Authority specified for supplementary search decidesto
restrict the supplementary international search in accordance
with the second sentence of Rule 45 bis.5(b) or with Rule
45 bis.5(h), provided that any reference in the said paragraphs
to the “international application” shall be construed asa
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reference to those parts of the international application which
relate to the invention specified by the applicant under Rule
45 bis.1(d) or which relate to the claims and those parts of the
international application for which the Authority will carry out
a supplementary international search, respectively.

45 bis.7 Supplementary I nternational Search Report

(a) TheAuthority specified for supplementary search shall,
within 28 months from the priority date, establish the
supplementary international search report, or make the
declaration referred toin Article 17(2)(a) asapplicable by virtue
of Rule 45 his.5(c) that no supplementary international search
report will be established.

(b) Every supplementary international search report, any
declaration referred toin Article 17(2)(a) as applicable by virtue

of Rule 45 his.5(c) and any declaration under Rule 45 bis.5(€)
shall be in alanguage of publication.

(c) For the purposes of establishing the supplementary
international search report, Rules43.1, 43.2, 43.5, 43.6, 43.6 bis
, 43.8 and 43.10 shall, subject to paragraphs (d) and (€), apply

mutatis mutandis. Rule 43.9 shall apply mutatis mutandis,
except that the references therein to Rules 43.3, 43.7 and 44.2
shall be considered non-existent. Article 20(3) and Rule 44.3

shall apply mutatis mutandis.

(d) The supplementary international search report need not
contain the citation of any document cited in the international
search report, except where the document needs to be cited in
conjunction with other documents that were not cited in the
international search report.

(e) The supplementary international search report may
contain explanations:

(i) with regard to the citations of the documents
considered to be relevant;

(ii) with regard to the scope of the supplementary
international search.

45 bis.8 Transmittal and Effect of the Supplementary
International Search Report

(a) TheAuthority specified for supplementary search shall,
on the same day, transmit one copy of the supplementary
international search report or the declaration that no
supplementary international search report shall be established,
as applicable, to the International Bureau and one copy to the
applicant.

(b) Subject to paragraph (c), Article 20(1) and Rules 45.1,
47.1(d) and 70.7(a) shall apply asif the supplementary
international search report were part of theinternational search
report.

(c) A supplementary international search report need not
be taken into account by the International Preliminary Examining
Authority for the purposes of awritten opinion or the
international preliminary examination report if it isreceived by
that Authority after it has begun to draw up that opinion or
report.
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45 bis.9 International Searching Authorities Competent to
Carry Out Supplementary I nternational Search

(8 Anlinternationa Searching Authority shall be competent
to carry out supplementary international searchesif its
preparednessto do so is stated in the applicable agreement under
Article 16(3)(b), subject to any limitations and conditions set
out in that agreement.

(b) ThelInternational Searching Authority carrying out the
international search under Article 16(1) in respect of an
international application shall not be competent to carry out a
supplementary international search in respect of that application.

(c) Thelimitations referred to in paragraph (a) may, for
example, include limitations as to the subject matter for which
supplementary international searches will be carried out, other
than limitations under Article 17(2) as applicable by virtue of
Rule 45 bis.5(c), limitations as to the total number of
supplementary international searches which will be carried out
in agiven period, and limitations to the effect that the
supplementary international searches will not extend to any
claim beyond a certain number of claims.

The supplementary international search (SIS) isan
optional service that allows additional searches to
be performed by a Supplementary International
Searching Authority (SISA) during theinternational
phase, in addition to the search performed by the
main International Searching Authority (ISA).
Requesting supplementary international search
reduces the risk of new prior art being cited in the
national phase. The increasing diversity of prior art
in different languages and different technical fields
means that the Authority carrying out the main
international search is not aways capable of
discovering al of the relevant prior art. Requesting
one or more supplementary international searches,
during this early phase of the patent prosecution,
expands both the linguistic and technical scope of
the search. In addition, it may also be possible to
have the supplementary search carried out in a State
where an applicant is likely to enter the national
phase later on.

Only an | SA that has stated its preparednessto carry
out supplementary international searches (see the
Annex SISA of the Applicant's Guide at
www.wipao.int/pct/en/appguide/index.jsp)  and
which is not the ISA that carried out the main
international search, can be requested to carry out a
SIS. TheAuthorities prepared to offer supplementary
international searches may specify any limitations
and conditions on this service in their agreement
with the IB (see www.wipo.int/pct/en/access/
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isa_ipea_agreements.html). Theselimitations may
include limitations asto the subject matter for which
supplementary searches will be carried out, beyond
those limitationsthat can be evoked in respect of the
main international search, and limitations as to the
total number of supplementary international searches
which will be carried out in a given period.

The SIS will be carried out on the application as
filed (amendments under PCT Article 19 and/or 34
will not be considered) and will only cover one
invention or group of inventions having unity of
invention — there is no option for paying additional
fees for the searching of multiple inventions.
However, if the main ISA has identified a lack of
unity before SIS is requested, the latter can be
requested to concentrate on an invention which is
not necessarily the first one claimed (PCT Rule
45 bisA(d)). If not established in English, the
resulting supplementary international search report
will be translated into English by the IB.

In many cases, requests for supplementary search
will befiled once the applicant hasreceived themain
international search report. In any event, the
applicant must file a request for a SIS prior to the
expiration of 22 monthsfrom the priority date. If the
request is received after the expiration of this time
limit, it will be considered not to have been
submitted and there are no provisions to extend this
time limit. The requests for SIS must be submitted
directly to the IB and not to an individual SISA.
There is a supplementary search handling fee to
cover the costs of the I B and asupplementary search
fee set by each SISA. These fees must be paid to the
IB in Swiss francs within one month of filing the
request for SIS. Applicants from certain States may
bedigiblefor a90% reduction in the supplementary
search handling fee.

1857 International Publication [R-01.2024]

PCT Article 21
I nternational Publication

(1) The International Bureau shall publish international
applications.

@

(a) Subject to the exceptions provided for in
subparagraph (b) and in Article 64(3), the international
publication of the international application shall be effected
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promptly after the expiration of 18 months from the priority
date of that application.

(b) The applicant may ask the International Bureau to
publish hisinternational application any time before the
expiration of the time limit referred to in subparagraph (a). The
International Bureau shall proceed accordingly, as provided in
the Regulations.

(3) Theinternational search report or the declaration
referred to in Article 17(2)(a) shall be published as prescribed
in the Regulations.

(4) Thelanguage and form of the international publication
and other details are governed by the Regulations.

(5) There shall be no international publication if the
international application is withdrawn or is considered
withdrawn beforethe technical preparationsfor publication have
been compl eted.

(6) If theinternational application contains expressions or
drawings which, in the opinion of the International Bureau, are
contrary to morality or public order, or if, in its opinion, the
international application contains disparaging statements as
defined in the Regulations, it may omit such expressions
drawings, and statements, from its publications, indicating the
place and number of words or drawings omitted, and furnishing,
upon request, individual copies of the passages omitted.

PCT Article 29
Effects of the I nternational Publication

(1) Asfar asthe protection of any rights of the applicant
in adesignated State is concerned, the effects, in that State, of
theinternational publication of an international application shall,
subject to the provisions of paragraphs (2) to (4), be the same
asthose which the national law of the designated State provides
for the compul sory national publication of unexamined national
applications as such.

(2) If thelanguage in which the international publication
has been effected is different from the language in which
publications under the national law are effected in the designated
State, the said national law may providethat the effects provided
for in paragraph (1) shall be applicable only from such time as:

(i) atrandation into the latter language has been
published as provided by the national law, or

(ii) atrandationinto thelatter language has been made
available to the public, by laying open for public inspection as
provided by the national law, or

(iii) atrandation into the latter language has been
transmitted by the applicant to the actual or prospective
unauthorized user of the invention claimed in the international
application, or

(iv) both the acts described in (i) and (iii), or both the
actsdescribed in (ii) and (iii), have taken place.

(3) The national law of any designated State may provide
that, where the international publication has been effected, on
the request of the applicant, before the expiration of 18 months
from the priority date, the effects provided for in paragraph (1)
shall be applicable only from the expiration of 18 months from
the priority date.
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(4) The nationa law of any designated State may provide
that the effects provided for in paragraph (1) shall be applicable
only from the date on which a copy of the international
application as published under Article 21 has been received in
the national Office of or acting for such State. The said Office
shall publish thedate of receipt in its gazette as soon as possible.

PCT Administrative I nstructions Section 404
I nternational Publication Number of | nternational Application

The International Bureau shall assign to each published
international application an international publication number
which shal be different from the international application
number. The international publication number shall be used on
the published international application and in the Gazette entry.
It shall consist of the two-letter code “WQO” followed by a
four-digit indication of the year of publication, a slant, and a
serial number consisting of six digits(e.g., “WO 2004/123456").

35 U.S.C. 374 Publication of international application.

The publication under the treaty defined in section 351(a), of
an international application designating the United States shall
be deemed a publication under section 122(b), except as
provided in section 154(d).

The publication of international applications
currently occurs every Thursday. Under PCT Article
20 and PCT Rules 47.1(a) and 93 hisl, the
International Bureau communicates published
international applications to each of the designated
Offices that have requested to receive such
documents on the date specified by that Office.
Published international applications are available
from the WIPO's Patentscope (www.wipo.int/
patentscope/en/).

I. PUBLICATION OF SEQUENCE LISTING FILED
IN ELECTRONIC FORM

As of August 2, 2001, WIPO began to publish
sequence listing parts of the description on the
internet. Sequence listing parts of the description
may be viewed and downloaded on the page
containing the published international application
or a https//patentscope.wipo.int/search/en/
sequences,sf. This page also contains alink to the
remainder of the published international application.

The bibliographic page of a published international
application includes the statement: “ Published with
sequence listing part of description.”
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[I. OMISSION OF CERTAIN INFORMATION

PCT Rule 48
I nternational Publication
48.2 Contents

*kkk*k

(I) Thelnternational Bureau shall, upon areasoned request
by the applicant received by the International Bureau prior to
the completion of the technical preparations for international
publication, omit from publication any information, if it finds
that:

(i) thisinformation does not obviously serve the
purpose of informing the public about the international
application;

(i) publication of such information would clearly
prejudice the personal or economic interests of any person; and

(iii) thereisno prevailing publicinterest to have access
to that information.

*kkk*k

Where the receiving Office, the International
Searching Authority, the Authority specified for
supplementary search, or the International Bureau
notes any information satisfying the requirements
of PCT Rule 48.2(1), above, that Office, Authority
or Bureau may suggest to the applicant to request
the omission of that information from the
international publication. See PCT Rule 48.2(m).

Where the International Bureau has omitted such
information from the international publication and
that information is also contained in the file of the
international application held by thereceiving Office,
the International Searching Authority, the Authority
specified for supplemental search or the International
Preliminary Examining Authority, the International
Bureau shall promptly notify that Office and
Authority accordingly. See PCT Rule 48.2(n).

The International Bureau shall not provide access
to any information contained in its file which has
been omitted from publication as described above,
nor to any document contained in itsfile relating to
arequest for such omission.

Upon a reasoned request by the applicant, the
International Bureau shall not provide accessto any
information contained initsfile and to any document
contained in its file relating to such arequest, if it
finds that (i) this information does not obviously
serve the purpose of informing the public about the

Rev. 01.2024, November 2024

MANUAL OF PATENT EXAMINING PROCEDURE

international application; (ii) publication of such
information would clearly prejudice the personal or
economic interests of any person; and (iii) thereis
no prevailing public interest to have access to that
information. The International Bureau will promptly
notify the receiving Office, the International
Searching Authority, the Authority specified for
supplemental search or the International Preliminary
Examining Authority where the International Bureau
has omitted information from public access and that
information isalso contained in thefile of that Office
and Authority. See PCT Rule 94.1.

The receiving Office, the International Searching
Authority, the Authority specified for supplemental
search or the International Preliminary Examining
Authority shall not provide accessto any information
in respect of which it has been notified by the
International Bureau that the information has been
omitted from publication or from public access.

1858 [Reserved]

1859 Withdrawal of International
Application, Designations, or Priority Claims
[R-10.2019]

PCT Rule 90 bis
Withdrawals
90 his.1 Withdrawal of the I nternational Application

(@) The applicant may withdraw the international
application at any time prior to the expiration of 30 monthsfrom
the priority date.

(b) Withdrawal shall be effective on receipt of a notice
addressed by the applicant, at his option, to the I nternational
Bureau, to the receiving Office or, where Article 39(1) applies,
to the International Preliminary Examining Authority.

(c) Nointernational publication of the international
application shall be effected if the notice of withdrawal sent by
the applicant or transmitted by the receiving Office or the
International Preliminary Examining Authority reaches the
International Bureau before the technical preparations for
international publication have been completed.

90 his.2 Withdrawal of Designations

(@) The applicant may withdraw the designation of any
designated State at any time prior to the expiration of 30 months
from the priority date. Withdrawal of the designation of a State
which has been elected shall entail withdrawal of the
corresponding election under Rule 90 bis.4 .

(b) Where a State has been designated for the purpose of
obtaining both a national patent and aregional patent,
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withdrawal of the designation of that State shall be taken to
mean withdrawal of only the designation for the purpose of
obtaining a national patent, except where otherwise indicated.

(c) Withdrawal of the designations of all designated States
shall be treated as withdrawal of the international application
under Rule 90 bis.1.

(d) Withdrawal shall be effective on receipt of anotice
addressed by the applicant, at his option, to the International
Bureau, to the receiving Office or, where Article 39(1) applies,
to the International Preliminary Examining Authority.

(e) Nointernational publication of the designation shall be
effected if the notice of withdrawal sent by the applicant or
transmitted by the receiving Office or the I nternational
Preliminary Examining Authority reaches the International
Bureau before the technical preparations for international
publication have been compl eted.

90 bis.3 Withdrawal of Priority Claims

(8) The applicant may withdraw a priority claim, madein
theinternational application under Article 8(1), at any timeprior
to the expiration of 30 months from the priority date.

(b) Wheretheinternational application contains more than
one priority claim, the applicant may exercisetheright provided
for in paragraph (a) in respect of oneor moreor all of the priority
claims.

(c) Withdrawal shall be effective on receipt of a notice
addressed by the applicant, at his option, to the International
Bureau, to the receiving Office or, where Article 39(1) applies,
to the International Preliminary Examining Authority.

(d) Where the withdrawal of apriority claim causesa
change in the priority date, any time limit which is computed
fromthe original priority date and which has not already expired
shall, subject to paragraph (e), be computed from the priority
date resulting from that change.

(e) Inthe case of thetime limit referred to in Article
21(2)(a), the International Bureau may nevertheless proceed
with the international publication on the basis of the said time
limit as computed from the original priority date if the notice
of withdrawal sent by the applicant or transmitted by the
receiving Office or the International Preliminary Examining
Authority reachesthe I nternational Bureau after the completion
of the technical preparations for international publication.

*kkk*k

90 bis.5 Signature

Any notice of withdrawal referred to in _Rules 90 bis.1 to
90 his.4 shall be signed by the applicant or, if there are two or
more applicants, by al of them. An applicant who is considered
to be the common representative under Rule 90.2(b) shall not
be entitled to sign such anotice on behalf of the other applicants.

90 bis.6 Effect of Withdrawal

(a) Withdrawal under Rule 90 bis of the international
application, any designation, any priority claim, the demand or
any election shall have no effect in any designated or elected
Office where the processing or examination of the international
application has aready started under Article 23(2) or Article

40(2).
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(b) Wheretheinternational application iswithdrawn under
Rule 90 bis.1, the international processing of the international
application shall be discontinued.

(c) Wherethe demand or all elections are withdrawn under
Rule 90 bis.4, the processing of the international application by
the International Preliminary Examining Authority shall be
discontinued.

90 his.7 Faculty Under Article 37(4)(b)

(a) Any Contracting State whose national law provides for
what is described in the second part of Article 37(4)(b) shall
notify the International Bureau in writing.

(b) The notification referred to in paragraph (&) shall be
promptly published by the International Bureau in the Gazette,
and shall have effect in respect of international applicationsfiled
more than one month after the date of such publication.

For adiscussion of the withdrawal of the demand or
of elections ( PCT Rule 90 bis.4), see MPEP § 1880.

Form PCT/1B/372 may be used by the applicant to
make awithdrawal under any of PCT Rules90 bis.1,
90 bis.2, 90 bis.3, and 0 bis.4. Theformisavailable
from WIPO's website (www.wipo.int/pct/
en/formg).

The applicant may withdraw the international
application, the designation of any state, or apriority
clam by a notice addressed to the International
Bureau or to the receiving Office and received before
the expiration of 30 months from the priority date.
Where Article 39(1) applies, the notice may also be
addressed to the Internationa Preliminary Examining
Authority. Any such withdrawal is free of charge.
A notice of withdrawal must be signed by all the
applicants. The provisions for waiver of a power of
attorney set forth in PCT Rules 90.4(d) and 90.5(c)
do not apply in the case of withdrawals under PCT
Rule 90 bis. An appointed agent or appointed
common representative may sign such a notice on
behalf of the applicant or applicants who appointed
him, but an applicant who is considered to be the
common representative may not sign such a notice
on behalf of the other applicants. For international
applications filed prior to January 1, 2013, please
seethe version of PCT Rule 90 bis.5in effect at that
time.

The applicant may prevent international publication
by withdrawing the international application,
provided that the notice of withdrawal reaches the
International Bureau before the completion of

Rev. 01.2024, November 2024


http://www.wipo.int/pct/en/forms/
http://www.wipo.int/pct/en/forms/

§ 1860

technical preparationsfor that publication. The notice
of withdrawal may state that the withdrawal isto be
effective only on the condition that international
publication can still be prevented. In such acasethe
withdrawal isnot effectiveif the condition on which
it was made cannot be met - i.e, if the technical
preparations for international publication have
aready been completed.

If al designations are withdrawn, the international
application will be treated as withdrawn.

Where the withdrawal of a priority claim causes a
change in the priority date of the international
application, any time limit which is computed from
the original priority date and which has not yet
expired—for example, the time limit before which
processing in the national phase cannot start—is
computed from the priority date resulting from the
change. (It is not possible to extend the time limit
concernedif it hasalready expired when the priority
claimiswithdrawn.) Thus, international publication
may be postponed by withdrawing the priority claim
prior to publication. However, if the notice of
withdrawal reaches the International Bureau after
the completion of the technical preparations for
international publication, the International Bureau
may proceed with the international publication on
the basis of the time limit for international
publication as computed from the original priority
date.

1860 I nternational Preliminary Examination
Procedure[R-01.2024]

. EXAMINATION PROCEDURE

The international preliminary examination is to be
carried out in accordance with PCT Article 34 and
PCT Rule 66. After the demand is checked for
compliance with PCT Rules 53 - 55, 57 and 58, the
first step of the examiner isto study the description,
the drawings (if any), the claims of the international
application, the documents describing the prior art
as cited in the international search report, and the
written opinion established by the International
Searching Authority. Furthermore, the examiner
shall search at least to the point of bringing the
previous search up to date and any new prior art
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discovered and applied must be made of record. See
PCT Rule 66.1 ter .

A further written opinion is usually not mandatory
where the written opinion of the International
Searching Authority is treated as the first written
opinion of the International Preliminary Examining
Authority. The United States International
Preliminary Examining Authority will treat any
written opinion of the International Searching
Authority established by the USPTO, EPO, KIPO,
IPAustralia, ILPO, JPO, or IPOS asthefirst written
opinion of the International Preliminary Examining
Authority.

Assuming the written opinion of the International
Searching Authority is treated as the first written
opinion of the International Preliminary Examining
Authority, as noted above, no further written opinion
need be issued before the international preliminary
examination report, even if there are objections
outstanding. The examiner takes into consideration
any comments or amendments made by the applicant
when establishing the international preliminary
examination report.

Il. FURTHERWRITTEN OPINION SHOULD BE
ISSUED

A further written opinion should be prepared by the
examiner if applicant filesaresponse which includes
apersuasive argument that the written opinion issued
by the International Searching Authority was
improper because of anegative opinion with respect
toalack of novelty, inventive step (non-obviousness)
or industrial applicability asdescribed in PCT Article
33(2) - (4); and which results in the examiner
considering any of the claims to lack novelty,
inventive step (non-obviousness) or industrial
applicability as described in PCT Article 33(2) - (4)
based on new art not necessitated by any amendment.

Any further written opinion established by the
International Preliminary Examining Authority
should set forth, as applicable:

(A) Any defectsin the international application
asdescribed in PCT Article 34(4) concerning subject
matter which isnot required to be examined or which
isunclear or inadequately supported;
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(B) Any negative findings with respect to any
of the claims because of alack of novelty, inventive
step (non-obviousness) or industrial applicability as
described in PCT Article 33(2) - (4);

(C) Any defectsin the form or contents of the
international application;

(D) Any finding by the examiner that an
amendment goes beyond the disclosure in the
international application as originally filed;

(E) Any observation which the examiner wishes
to make on the clarity of the claims, the description,
the drawings or to the question whether the claims
are fully supported by the description (PCT Rule
66.2);

(F) Any decision by the examiner not to carry
out the international preliminary examination on a
claim for which no international search report was
issued; or

(G) If the examiner considersthat no acceptable
nucleotide and/or amino acid sequence listing is
available in aform that would allow a meaningful
international preliminary examination to be carried
out.

The further written opinion is prepared on Form
PCT/IPEA/408 to notify applicant of the defects
foundintheinternational application. The examiner
is further required to fully state the reasons for the
opinion (PCT_Rule 66.2(b)) and invite a written
reply, with amendments where appropriate (PCT
Rule 66.2(c)), normally setting a2 month time limit
for the reply.

The applicant may reply to the invitation by making
amendments or, if applicant disagrees with the
opinion of the examiner, by submitting arguments,
as the case may be, or baoth.

TheU.S. Rulesof Practice pertaining to international
preliminary examination of international applications
permit asecond written opinion in those caseswhere
sufficient time is available. Normally only one
written opinion will be issued. Any reply received
after the expiration of the set time limit will not
normally be considered in preparing theinternational
preliminary examination report. In situations,
however, where the examiner has requested an
amendment or where a later amendment places the
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application in better condition for examination, the
amendment may be considered by the examiner.

If the applicant does not reply to any further written
opinion established by the International Preliminary
Examining Authority within the set time period, the
international preliminary examination report will be
prepared after expiration of the time limit plus
sufficient time to have any reply clear the Mail
Center.

1861 [Reserved]

1862 Agreement With the International
Bureau To Serve as an I nternational
Preliminary Examining Authority
[R-07.2015]

PCT Article 32
The International Preliminary Examining Authority

(1) International preliminary examination shall be carried
out by the International Preliminary Examining Authority

(2) Inthe case of demands referred to in Article 31(2)(a),
the receiving Office, and, in the case of demands referred to in
Article 31(2)(b), the Assembly, shall, in accordance with the
applicable agreement between the interested International
Preliminary Examining Authority or Authorities and the
International Bureau, specify the International Preliminary
Examining Authority or Authorities competent for the
preliminary examination.

(3) The provisions of Article 16(3) shall apply, mutatis
mutandis, in respect of the International Preliminary Examining
Authorities.

PCT Article 34

Procedure before the International Preliminary Examining
Authority

(1) Procedure before the International Preliminary
Examining Authority shall be governed by the provisions of
this Treaty, the Regulations, and the agreement which the
International Bureau shall conclude, subject to this Treaty and
the Regulations, with the said Authority.

*kkkk

37 CFR 1.416 The United States International Preliminary
Examining Authority.

(a) Pursuant to appointment by the Assembly, the United
States Patent and Trademark Office will act as an International
Preliminary Examining Authority for international applications
filed in the United States Receiving Office and in other
Receiving Offices as may be agreed upon by the Director, in
accordance with agreement between the Patent and Trademark
Office and the International Bureau.

(b) The United States Patent and Trademark Office, when
acting as an International Preliminary Examining Authority,
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will be identified by the full title “ United States International
Preliminary Examining Authority” or by the abbreviation
“IPEA/US”

(c) The major functions of the International Preliminary
Examining Authority include:

(1) Receiving and checking for defectsin the Demand,;

(2) Forwarding Demandsin accordancewith PCT Rule
59.3;

(3) Collecting the handling fee for the International
Bureau and the preliminary examination feefor the United States
International Preliminary Examining Authority;

(4) Informing applicant of receipt of the Demand;
(5) Considering the matter of unity of invention;

(6) Providing aninternational preliminary examination
report which is a nonbinding opinion on the questions whether
the claimed invention appears to be novel, to involve inventive
step (to be nonobvious), and to be industrially applicable; and

(7) Transmitting the international preliminary
examination report to applicant and the International Bureau.

An agreement was concluded between the United
States Patent and Trademark Office (USPTO) and
the International Bureau under which the USPTO
agreed to serve as an International Preliminary
Examining Authority for those applicationsfiled in
the USPTO as a Receiving Office and for those
international applications filed in other receiving
Offices for which the USPTO has served as an
International Searching Authority. This agreement
between the USPTO and IB is available on WIPO's
website (www.wipo.int/expor t/sites’wwwi/pct/en/
texts/agreements/ag_us.pdf).

Theagreement isprovided for in PCT Articles 32(2)
& (3) and 34(1), and in PCT Rules59.1, 63.1, 72.1,
and 77.1(a). Authority isgivenin 35 U.S.C. 361(c),
362(a) & (b) and in 364(a). 37 CFR 1.416(a) and
PCT Administrative Instructions Section 103(c) are
also relevant.

1863 [Reserved]

1864 TheDemand and Prepar ation for Filing
of Demand [R-07.2015]

37 CFR 1.480 Demand for international preliminary
examination.

(8 On thefiling of aproper Demand in an application for
which the United States International Preliminary Examining
Authority is competent and for which the fees have been paid,
the international application shall be the subject of an
international preliminary examination. The preliminary
examination fee (8§ 1.482(a)(1)) and the handling fee (8§ 1.482(b))
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shall be due within the applicable time limit set forth in PCT
Rule 57.3.

(b) The Demand shall be made on a standardized form
(PCT Rule 53). Copies of the printed Demand forms are
available from the United States Patent and Trademark Office.
L etters requesting printed Demand forms should be marked
“Mail Stop PCT.”

(c) Withdrawal of aproper Demand prior to the start of the
international preliminary examination will entitle applicant to
arefund of the preliminary examination fee minus the amount
of the transmittal fee set forth in § 1.445(a)(1).

(d) Thefiling of a Demand shall constitute the election of
al Contracting States which are designated and are bound by
Chapter 11 of the Treaty on the international filing date (PCT
Rule 53.7).

(e) Any Demand filed after the expiration of the applicable
time limit set forth in PCT Rule 54 bis.1(a) shall be considered
asif it had not been submitted (PCT Rule 54 bis.1(b)).

Once applicant hasfiled an international application
under Chapter | of the PCT, applicant has the right
to file ademand for preliminary examination under
Chapter |l of the Treaty. The use of the term
“Demand” distinguishes Chapter 11 from the
“Request” under Chapter 1. It is not possible to file
a demand unless a proper Chapter | “Request” for
an international application has been filed. Chapter
| affords applicant the benefit of an international
search, which includes an international search report
and awritten opinion established by the International
Searching Authority. Thefiling of ademand affords
applicant examination of the application and allows
applicant to file amendments to the description,
claims and drawingsto correct any defects, respond
to any observations, or address negative findings
with respect to any of the claims because of a lack
of novelty, inventive step (non-obviousness) or
industrial applicability as described in PCT Article
33(2) - (4) mentioned in the written opinion (Form
PCT/ISA/237) established by the Internationa
Searching Authority. Thus, examination enables
applicant to attempt to obtain a positive international
preliminary examination report, which in some
elected Officesis used as a basis for the issuance of
a patent or acceleration programs, e.g., Patent
Prosecution Highway.

Thedemand should befiled on Form PCT/IPEA/401
aong with the fee calculation sheet. The form is
available free of charge on WIPO's website at
www.wipo.int/pct/en/forms/index.html.
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1864.01 Amendments Filed Under PCT
Article 34 [R-07.2015]

PCT Article 34

Procedure Before the I nternational Preliminary Examining
Authority

*hkkk*k

@

*kkkk

(b) The applicant shall have aright to amend the
claims, the description, and the drawings, in the prescribed
manner and within the prescribed time limit, before the
international preliminary examination report is established. The
amendment shall not go beyond the disclosurein the
international application as filed.

*kkkk

PCT Rule 66

Procedure Before the I nternational Preliminary Examining
Authority

*kk k)
66.8 Form of Amendments

(a) Subject to paragraph (b) when amending the description
or the drawings, the applicant shall be required to submit a
replacement sheet for every sheet of theinternational application
which, on account of an amendment, differs from the sheet
previoudly filed. The replacement sheet or sheets shall be
accompanied by aletter which shall draw attention to the
differences between the replaced sheets and the replacement
sheets, shall indicate the basis for the amendment in the
application asfiled and shall preferably also explain the reasons
for the amendment.

(b) Where the amendment consists in the deletion of
passages or in minor alterations or additions, the replacement
sheet referred to in paragraph (a) may be a copy of the relevant
sheet of the international application containing the alterations
or additions, provided that the clarity and direct reproducibility
of that sheet are not adversely affected. To the extent that any
amendment results in the cancellation of an entire sheet, that
amendment shall be communicated in aletter which shall
preferably also explain the reasons for the amendment.

() When amending the claims, Rule 46.5 shall apply
mutatis mutandis. The set of claims submitted under Rule 46.5
as applicable by virtue of this paragraph shall replace al the
claimsoriginally filed or previously amended under Articles 19
or 34, asthe case may be.

*hkkk*k

37 CFR 1.485 Amendments by applicant duringinternational
preliminary examination.

The applicant may make amendments at the time of filing the
Demand. The applicant may also make amendments within the
time limit set by the International Preliminary Examining
Authority for reply to any notification under § 1.484(b) or to
any written opinion. Any such amendments must be made in
accordance with PCT Rule 66.8.

1800-117

§1864.01

Under PCT Article 34(2)(b), the applicant hasaright
to amend the claims, the description, and the
drawings in the application before the I nternational
Preliminary Examining Authority (IPEA) beforethe
international preliminary examination report is
established. The amendment may be filed with the
demand (PCT Article 34), within the period for reply
to the written opinion of the International Searching
Authority (1SA), or within the period for reply to the
written opinion of the IPEA.

See MPEP _§ 1871 regarding the processing of
amendments filed prior to or at the start of
international preliminary examination. See MPEP
8§ 1878.02 regarding amendments filed in reply to
the written opinion of the ISA or IPEA.

The applicant must submit a replacement sheet for
every sheet which, on account of an amendment,
differs from the sheet previoudy filed. The
amendment must be submitted with an
accompanying letter which explains the difference
between the replaced sheet and the replacement sheet
and which preferably explains the reasons for the
amendment. In addition, the letter must indicate the
basisfor the amendment in the application. Thebasis
for the amendment must always refer to the
application (description, claims, drawings) as
originaly filed, even if multiple anendments were
made during the international phase. When filing
amendments to the claims, a compl ete set of claims
in replacement of the claims as originally filed (or
previousy amended under Article 19) shal be
submitted. For an example of how the basis for the
amendment should be indicated, see MPEP § 1853.
Where the amendment consists in the deletion of
passages or in minor aterations or additions, the
alterations or additions may be made on a copy of
the relevant sheet of the international application,
provided that the clarity and direct reproducibility
of that sheet are not adversely affected. No
replacement sheet isrequired where the amendment
resultsin the cancellation of an entire sheet; such an
amendment may be communicated in aletter which
preferably explains the reasons for the amendment.

Where the international application was not filed in
the language of publication, any amendments under
Article 34 and any accompanying letter (as well as
any letter accompanying Article 19 amendments)
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must be in the language of publication. Where the
international preliminary examination is carried out
on the basis of a trandation of the international
application, any amendments under Article 34 and
any amendments under Article 19, which areto be
taken into account, and any accompanying letter
must be in the language of that trandation. Where
such amendments have been or are filed in another
language, a trandation of the amendments into the
language in which the international preliminary
examination is carried out must also be furnished.
No fee is payable in respect of filing any
amendments under Article 34(2)(b). If the
amendments or accompanying letter are not in the
required language, the International Preliminary
Examining Authority will invite the applicant to
furnish them within a reasonable time limit. If the
applicant failsto furnish the amendments and/or the
accompanying letter within the time limit set in the
invitation, the International Preliminary Examining
Authority shall not take such amendments into
account for the purposes of the international
preliminary examination.

1864.02 Applicant’sRight To Filea Demand
[R-07.2015]

PCT Article 31
Demand for International Preliminary Examination

*hkkk*k

@)

(@) Any applicant who is aresident or national, as
defined in the Regulations, of a Contracting State bound by
Chapter 11, and whose international application has been filed
with the receiving Office of or acting for such State, may make

ademand for international preliminary examination.
*kkkk

PCT Rule54
The Applicant Entitled to Make a Demand
54.1 Residence and Nationality

(a) Subject tothe provisionsof paragraph (b), theresidence
or nationality of the applicant shall, for the purposes of Article
31(2), be determined according to Rule 18.1(a) and (b).

(b) The International Preliminary Examining Authority
shall, in the circumstances specified in the Administrative
Instructions, request the receiving Office or, where the
international application wasfiled with the International Bureau
as receiving Office, the national Office of, or acting for, the
Contracting State concerned to decide the question whether the
applicant isaresident or national of the Contracting State of
which he claimsto be aresident or national. The International
Preliminary Examining Authority shall inform the applicant of
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any such request. The applicant shall have an opportunity to
submit arguments directly to the Office concerned. The Office
concerned shall decide the said question promptly.

54.2 Right to Make a Demand

The right to make a demand under Article 31(2) shall exist if
the applicant making the demand or, if there are two or more
applicants, at least one of them is a resident or national of a
Contracting State bound by Chapter |1 and the international
application has been filed with a receiving Office of or acting
for a Contracting State bound by Chapter I1.

54.3 International Applications Filed with the I nternational
Bureau as Receiving Office

Wheretheinternational applicationisfiled with the International
Bureau as receiving Office under Rule 19.1(a)(iii), the
International Bureau shall, for the purposes of Article 31(2)(a),
be considered to be acting for the Contracting State of which
the applicant is aresident or national.

54.4 Applicant Not Entitled to Make a Demand

If the applicant does not have the right to make a demand or, in
the case of two or more applicants, if none of them hastheright
to make a demand under Rule 54.2, the demand shall be
considered not to have been submitted.

If there is a sole applicant, he or she must be a
resident or national of a Contracting State bound by
Chapter Il of the PCT. If there are two or more
applicants, it is sufficient that one of them be a
resident or national of a Contracting State bound by
Chapter 11, regardless of the elected State(s) for
which each applicant is indicated. Only applicants
for the elected States are required to be indicated in
the Demand. The detailed requirements for the
variousindications required in connection with each
applicant (name and address, telephone number,
facsimile machine number, nationality and residence)
are the same as those required under PCT Rule 4 in
connection with the Request. Note that any inventor
who is not also an applicant is not indicated in the
Demand.

If the recording of a change in the name or person
has been requested under PCT Rule 92 bis.1 before
the Demand wasfiled, it isthe applicant(s) of record
at the time when the Demand is filed who must be
indicated in the Demand.

1800-118



PATENT COOPERATION TREATY

1864.03 StatesWhich May Be Elected
[R-07.2015]

PCT Article 31
Demand for International Preliminary Examination

*kkk*k

4)

(@) The demand shall indicate the Contracting State or
States in which the applicant intends to use the results of the
international preliminary examination (“elected States”).
Additional Contracting States may be elected later. Election
may relate only to Contracting States already designated under
Article 4.

(b) Applicantsreferred toin paragraph (2)(a) may elect
any Contracting State bound by Chapter I1. Applicants referred
to in paragraph (2)(b) may elect only such Contracting States
bound by Chapter |1 as have declared that they are prepared to
be elected by such applicants.

*kkkk

The filing of a demand shall constitute the election
of al Contracting States which are designated and
are bound by Chapter Il of the Treaty on the
international filing date (PCT Rule 53.7). For
demands filed before January 1, 2004, only those
eligible states pursuant to PCT Article 31 indicated
as being elected are elected. Only PCT member
states which have ratified or acceded to Chapter ||
and which were designated in the Request may be
elected under Chapter 11. The Assembly has taken
no action to allow persons who are residents or
national s of a State not party tothe PCT or not bound
by Chapter 1l to make a Demand under Article

31(2)(b).

1864.04 Agent’s Right To Act [R-08.2012]

Any agent entitled to practice before the receiving
Office where the international application wasfiled
may represent the applicant before the international
authorities ( PCT Article 49).

If for any reason, the examiner needsto question the
right of an attorney or agent to practice before the
International Preliminary Examining Authority
(IPEA), the USPTO roster of registered attorneys
and agents should be consulted. If the international
application was filed with a receiving Office other
than the United States, Form PCT/IPEA/410 may
be used by the requesting IPEA to ask the receiving
Office with which the international application was
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filed, whether the agent named in the international
application has the right to practice before that
Office.

The PCT Articleand Regulations governing theright
to practice are PCT Article 49 and PCT Rule 83.

1865 Filing of Demand [R-01.2024]

PCT Article 31
Demand for I nternational Preliminary Examination

(1) On the demand of the applicant, hisinternational
application shall be the subject of an international preliminary
examination as provided in the following provisions and the
Regulations.

*kkk*k

(3) Thedemand for international preliminary examination
shall be made separately from the international application. The
demand shall contain the prescribed particulars and shall bein
the prescribed language and form.

*kkkk

(6)

(@) The demand shall be submitted to the competent
International Preliminary Examining Authority referred to in
Article 32.

*kkkk

Applicants should submit the Demand and
appropriate fees directly to the International
Preliminary Examining Authority (IPEA) they desire
to preparethe Internationa Preliminary Examination
Report. The demand must be filed prior to the
expiration of whichever of the following periods
expires later: (A) three months from the date of
transmittal to the applicant of theinternational search
report and the written opinion; or (B) 22 months
from the priority date. Otherwise the demand shall
be considered asif it had not been submitted and the
International Preliminary Examining Authority shall
so declare. See PCT Rule 54. In order to take
advantage of a national phase entry time limit of at
least 30 months from the priority datein relation to
al Statesdesignated in the international application,
it may be necessary to file a demand before the
expiration of 19 months from the priority date. See
MPEP § 1842, subsection VII.A.
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CHOICE OF INTERNATIONAL PRELIMINARY
EXAMINING AUTHORITY

The IPEA/USwill serveasInternational Preliminary
Examining Authority for U.S. residents and nationals
if the USPTO, EPO, KIPO, IPAustrdia, ILPO, JPO
or IPOS served as the International Searching
Authority (ISA) and the international application
was filed in the U.S. receiving Office or the
International Bureau as receiving Office.

The IPEA/US will also serve as International
Preliminary Examining Authority for residents or
nationals of Bahrain, Barbados, Brazil, Chile,
Dominican Republic, Egypt, Georgia, Guatemala,
India, Isragl, Jordan, Mexico, New Zealand, Oman,
Panama, Peru, the Philippines, Qatar, Saint Kittsand
Nevis, Saint Lucia, Saint Vincent and the
Grenadines, South Africa, Thailand, and Trinidad
and Tobago if the USPTO was the ISA.

U.S. residentsand nationals may also choose to have
the international preliminary examination done by
KIPO if the USPTO, EPO, KIPO, IP Australia,
ILPO, JPO, or IPOS served asthe | SA.

U.S. residents and national s may choose to havethe
international preliminary examination done by the
EPO if the EPO served asthe | SA.

U.S. residents and national s may choose to havethe
international preliminary examination done by IP
Australia if 1P Australia served as the ISA and IP
Australia has not received more than 250
international applications from the USPTO during
the fiscal quarter.

U.S. residents and national s may choose to havethe
internationa preliminary examination done by ILPO
if ILPO served as the ISA. ILPO has certain
restrictions of competency as an IPEA based upon
the subject matter of the application.

U.S. residents and national s may choose to havethe
international preliminary examination done by the
JPO if the JPO served asthe ISA.

U.S. residents and national s may choose to havethe
international preliminary examination done by the
IPOS if the IPOS served asthe ISA.
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Information regarding the demand filing with the
specific IPEA is available on the PCT Applicant’'s
Guide at WIPO’s website
(www.wipo.int/pct/en/appguide/).

Demands filed in the United States Patent and
Trademark Office (USPTO) should preferably be
filed viathe USPTO patent electronic filing system
by registered users in an application filed with the
U.S. receiving office or searched by the USPTO.
Filers who are not registered users of the USPTO
patent electronic filing system must file the demand
by another acceptable method.

To avoid unnecessary work and communication by
the USPTO, applicants should not file a courtesy
copy of a Demand with the USPTO, because the
U.S. International Preliminary Examining Authority
will process the Demand. If the USPTO is not a
competent IPEA, the Demand will be forwarded to
the IB.

If mailed to the USPTO, the Demand should be
addressed as follows:

Mailing address for delivery by the U.S. Posta
Service:

Mail Stop PCT
Commissioner for Patents
PO. Box 1450

Alexandria, VA 22313-1450

OR

If hand-carried directly to the USPTO, papers should
be addressed to “Mail Stop PCT.” See MPEP § 501,
subsection Il for information regarding
hand-delivery of papers.

The Priority Mail Express® provisions of 37 CFR
1.10 may be used to file a Demand under Chapter
[1'inthe USPTO. Applicants are advised that failure
to comply with the provisions of 37 CFR 1.10 will
result in the paper or fee being accorded the date of
receipt and not the date of deposit. See MPEP § 513.

Demand for international preliminary examination
may also be submitted to the USPTO viafacsimile.
The Certificate of Mailing or Transmission practice
under 37 CFR 1.8 CANNOT be used to file a
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Demand if the date of depositisdesired. If used, the
date of the Demand will be the date of receipt in the
USPTO. See MPEP 8§ 513, 1834, and 1834.01.

All Demands filed in the USPTO must be in the
English language.

PCT Rule 59.3 provides a safeguard in the case of
a Demand filed with an International Preliminary
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Examining Authority which isnot competent for the
international preliminary examination of aparticular
international application. The USPTO will forward
such a Demand to the International Bureau and the
International Bureau will forward the Demand to a
competent International Preliminary Examining
Authority pursuant to PCT Rule 59.3(c). The
competent International Preliminary Examining
Authority will processthe Demand based on the date
of receipt in the USPTO. See 37 CFR 1.416(c)(2).
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Rec'd PCT/PTO 09 September 2022 (09.09.2022)

The demand must be filed directly with the comp It ional Prelininary Examnining Authority or; if two or more Authorities are competent,
with the one chosen by the applicant. The full name or two-letter code of that Authority may be indicated by the applicant on the line below:
1PEA/_US
PCT CHAPTERII
DEMAND

under Article 31 of the Patent Cooperation Treaty:
The undersigned requests that the international application specified below be the subject of
international preliminary examination according to the Patent Cooperation Treaty.

For Intemational Preliminary Examining Authority use only

09 September 2022 (09.09.2022)
Identification of IPEA /US Date of receipt of DEMAND
Box No. 1 IDENTIFICATION OF THE INTERNATIONAL APPLICATION
Applicant’s or agent’s file reference International application No.
CMC-123-PCT PCT/US2022/080008
International filing date (eay/month/vear) (Earliest) Priority date (day/month/vear)
10 March 2022 (10.03.2022) 10 March 2021 (10.03.2021)

Title of invention

ELECTRO-MAGNETIC FASTENER DRIVER

Box No.II  APPLICANT(S)

Name and address: (Family name ollowed by givenname; foralegal entity, fillofficial designation. E-mail address*
The address must include postal code and nawe of country.
ACME FASTENER CORPORATION
Telephone No.

300 Pratt Street
Baltimore, Maryland 20726 (410) 876-5432

United States of America

Facsimile No.

(410) 876-5555
Applicant’sregistration No. with the Office

* F-mail authorization: Indicating an ¢-mail address above authorizes the International Bureau and the International Preliminary
Examining Authority, if they provide such a service, to send notifications exclusively by e-mail to that address, unless the following
box is marked:

D notifications are requested to be sent exclusively by postal mail.

State (that is, country) of nationality: State (that is, country) of residence:

us us

Name and address: (Fanily name joillowed by given name; foralesal entity, full official designation. The addressmust include postal code and name of country.)
JONES, Mary

1600 South Eads Street
Arlington, Virginia 22202
United States of America

State (that is, country) of nationality: State (that is, country) of residence:
us us
D Further applicants are indicated on a contirmation sheet.
Form PCT/IPEA/401 (first sheet) (July 2022) See Notes to the demand form
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International application No.

Sheet No. . 2 PCT/US2022/080008

Box No. III AGENT OR COMMON REPRESENTATIVE; OR ADDRESS FOR CORRESPONDENCE

The following person ig agent common repregentative
and m has been appointed earlier and represents the applicant(s) also for international preliminary examination.
I:I is hereby appointed and any earlier appointment of (an) agent(s)/common representative is hereby revoked.

I:I 1 hereby appointed, specifically for the procedure before the International Preliminary Examining Authority, in addition to
the agent(s)/common representative appointed earlier.

Name and address: (Family name followed by given name; for a legal eniity, full officiel designation. | B_mail address™
The address must include postal code and name of country.)

SMITH, John J.

220 Richmond Highway Telephone No.
Arlington, Virginia 22202 (703) 557-3054
United States of America Facsimile No.

(703) 557-3060

Agent’sregistration No. withthe Office
11,111

* E-mail authorization: Indicating an e-mail address above authorizes the International Bureau and the Intemational Preliminary
Examining Authority, if they provide such a service, to send notifications exclusively by e-mail to that address, unless the following
box is marked:

EI notifications are requested to be sent exclusively by postal mail.

I:I Address for correspondence: Mark this check-box where no agent or common representative is'has been appointed and the
space above is used instead to indicate a special address to which correspondence should be sent.

Box No. IV BASIS FOR INTERNATIONAL PRELIMINARY EXAMINATION

Statement concerning amendments:*
1. The applicant wishes the international preliminary examination to start on the basis of:
the description as originally filed, or

as amended under Article 34

[IX

the sequence listing I:I as originally filed, or

if an;
(e D as amended under Article 34
the claims I:I as originally filed, or
I:I as amended under Article 19, and/or
& as amended under Article 34
the drawings m as originally filed, or
(ifany’ I:I as amended under Article 34

2. I:l The applicant wishes any amendment to the claims under Article 19 to be considered as reversed.

3. El Where the IPEA wishes to start the intemnational preliminary examination at the same time as the international search in
accordance with Rule 69.1(b), the applicant requests the IPEA to postpone the start ofthe international preliminary examination
until the expiration of the applicable time limit under Rule 69.1(d).

I:I The applicant expressly requests to postpone the start of the international preliminary examination until the expiration of the
applicable time limit under Rule 54bis.1(a).

‘Whereno check-box is marked, international preliminary examination will start on the basis oftheinternational applicationas originally
filed or, where a copy of amendments to the claims under Article 19 and/or amendments of the international application under
Article 34 are received by the International Preliminary Examining Authority before it has begun to draw up a written opinion or the
international preliminary examination report, as so amended.

&~

*

Language for the purposes of international preliminary examination: English

which 1s the language in which the intemational application was filed.

which is the language of publication of the international application.

D which is the language of a translation furnished for the purposes of international search.
D which is the language of the translation (to be) furnished for the purposes of international preliminary examination.

Box No.V ELECTION OF STATES

The filing of this demand constitutes the election of all Contracting States which are designated and are bound by Chapter II of the PCT.

Form PCT/IPEA/401 (second sheet) (July 2022) See Notes to the demand form
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3 International application No.
Sheet No. . .»
PCT/US2022/080008
Box No. VI CHECK LIST
The demand is accomparied by the following elements, in the language referred toin For Intemnational Preliminary
Box No. IV, for the purposes of international preliminary examination: Examining Authority use only
received not received
1. translation of international application sheets D D
2. amendments under Article 34 2 sheets M D
3. amended sequence listing under Article 34 D D D
4. letter accompanyimg the amendments
under Article 34 (Rule 66.8) 3 sheets X |
5. copy (or, where required, translation) of
amendments under Article 19 : sheets |:| I:I
6. copy of the letter accompanying the amendments
under Article 19 (Rules 46. S(b) and 53.9) : sheets |:| I:I
7. copy (or, where applicable, translation) of any
statement under Article 19 (Rule 62.1(i)) sheets D D
8. other (specify) sheets | |

l.g
n
|
4.D

The demand is also accompamied by the item(s) marked below:

fee calculation sheet
original separate power of attorney
original general power of attorney

copy of general power of attorney,
reference number, if any:

s
AN

sequence listing for the purposes of international preliminary
examination (Rule 13fer)

a statement to the effect that the sequence listing does not go

beyond the disclosure in the international application as filed

7.0

other (specify):

Box No. VII SIGNATURE OF APPLICANT, AGENT OR COMMON REPRESENTATIVE

Next to each signature, indicate the name of the person sighing and the capacity in which the person signs (if such capacity is not obviows from reading the demand).

/J J Smith, reg. no. 11,111/
John J. Smith, agent

1. Date of actual receipt of DEMAND:

For International Preliminary Examining Authority use only

Rec'd PCT/PTO 09 September 2022 (09.09.2022)

2. Adjusted date of receipt of demand due
to CORRECTIONS under Rule 60.1(b):

3.|:|

+ [
5.|:|

The date of receipt of the demand is AFTER the
expiration of 19 months from the priority date and
item 4 or 3, below, does not apply.

I:I The applicant has been informed accordingly.

The date of receipt ofthe demand is WITHIN the time
limit of 19 months from the priority date as extended
by virtue of Rule 80.5.

Although the date of receipt of the demand is after
the expiration of 19 months from the priority date,
the delay in arrival is EXCUSED pursuantto Rules 82
or 82quicter.

6.|:|
7.|:|
S.EI

The date of receipt of the demand is AFTER the
expiration of the time limit under Rule 54bis.1(a)
and item 7 or 8, below, does not apply.

The date ofreceipt of the demand is WITHIN the time
limit under Rule 54bis.1(a) as extended by virtue of
Rule 80.5.

Although the date of receipt of the demand is after the
expiration of the time limit under Rule 54b4s.1(2), the
delay in arrival is EXCUSED pursuant to Rules 82
or 82quater.

Demand received from IPEA on:

For International Bureau use only

Form PCT/IPEA/401 (last sheet) (July 2022)

Rev. 01.2024, November 2024
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PCT

CHAPTER II

FEE CALCULATION SHEET

Annex to the Demand

International application No.
PCT/US2022/080008

Applicant’s or agent’s file reference

CMC-123-PCT

For International Preliminary Examining Authority use only

09 September 2022 (09.09.2022)

Date stamp of the IPEA

Applicant
ACME FASTENER CORPORATION

CALCULATION OF PRESCRIBED FEES

1. PRELIMINARY EXAMINATIONFEE .......... |

(Applicants may be entitled to a rechiction of the preliminary examination fee and the handling
fee as indicated in the PCT Fee Tables (www.wipo.int/pct/'en/fees.pdf))

640 [7] 640

2. HANDLINGFEE ... ... ................... |

217 [H] || 217

3. TOTAL OF PRESCRIBED FEES
Add the amounts entered at P and H
and enter total in the TOTALbox . ...............

857 857

TOTAL

MODE OF PAYMENT
(Not all modes of payment may be available at all IPEAs)

D credit card (etails should not be
inchided on this sheet)

|Z |:| check

authorization to charge deposit or

I:l bank transfer

D postal money order

current account with the IPEA (see below) D Tevenue stamps

D o D other (specify):

(This mode of pavment may not be available at ail IPEAs)

Authorization to charge the total fees indicated above.

g (This check-box may be marked only if the conditions
for deposit or current accownts of the IPEA so permit)
Authorization to charge any deficiency or credit any
overpayment in the total fees indicated above.

AUTHORIZATION TO CHARGE (OR CREDIT) DEPOSIT OR CURRENT ACCOUNT

PEA/ US

Deposit or Current Account No.: 12-34568

Date: 09 September 2022 (09.09.2022)

Name: John J. Smith

Signature: fJ J Smith, reg. no. 11,111/

Form PCT/IPEA/401 (Annex) (Tuly 2022)

1800-125
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1866 [Reserved]

1867 Preliminary Examination Fees
[R-07.2015]

37 CFR 1.481 Payment of international preliminary
examination fees.

(@) The handling and preliminary examination fees shall
be paid within the time period set in PCT Rule 57.3. The
handling fee or preliminary examination fee payable isthe
handling fee or preliminary examination feein effect on thedate
of payment.

(1) If the handling and preliminary fees are not paid
within the time period set in PCT Rule 57.3, applicant will be
notified and given one month within which to pay the deficient
fees plus alate payment fee equal to the greater of:

(i) Fifty percent of the amount of the deficient fees,
but not exceeding an amount equal to double the handling fee;
or

(if) Anamount equal to the handling fee (PCT Rule
58 his.2).

(2) The one-month time limit set in this paragraph to
pay deficient fees may not be extended.

(b) If the payment needed to cover the handling and
preliminary examination fees, pursuant to paragraph (@) of this
section, is not timely made in accordance with PCT Rule
58 his.1(d), the United States International Preliminary
Examination Authority will declare the Demand to be considered
asif it had not been submitted.

The preliminary examination fee is for the benefit
of the International Preliminary Examining Authority
and the amount for the USPTO doing the preliminary
examination is specified in 37 CFR 1.482. The fee
is somewhat higher if the international search was
performed by an authority other than the USPTO.

The handling fee is a fee for the benefit of the
International Bureau and is collected by the
International Preliminary Examining Authority.

The current amount of both the preliminary
examination fee and the handling fee can be found
in each weekly issue of the Official Gazette. Since
supplements to the handling fee were deleted, no
additional Chapter Il fees are required other than
any additional preliminary examination fee where
additional inventions are determined to be present.
The amount of thisfeeis also specified in 37 CFR
1.482 and in the weekly issues of the Official
Gazette. See a'so PCT Rules 57 and 58.

Rev. 01.2024, November 2024
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The time limit for paying the preliminary
examination fee and the handling fee is set forth in
PCT Rules 57.3 and 58.1(b). 37 CFR 1.481(a)
provides that the preliminary examination fee or
handling fee payableisthe preliminary examination
fee or handling feein effect on the date of payment.
The preliminary examination fee and handling fee
are considered to have been received before the
expiration of the time limit set in PCT Rule 57.3 if
the fees were submitted prior to the sending of an
invitation to pay thefees. See PCT Rule 58 bis.1(c).

PCT Rule 58 bis.l(a) permits the International
Preliminary Examining Authority to collect a late
payment fee set forth in _PCT Rule 58 bis.2 if the
fees for preliminary examination are not paid prior
to the sending of the invitation to pay thefees. If the
preliminary examination fee and handling fee are
not paid within the time set in PCT_Rule 57.3,
applicantswill be notified and given 1 month within
which to pay the deficient fees plus a late payment
fee equal to the greater of: (1) 50% of the amount
of the deficient fees, but not exceeding an amount
equal to double the handling fee; or (2) an amount
equal to the handling fee. See 37 CFR 1.481(a)(1)(i)
and (ii). The 1 month time limit set forth in 37 CFR
1.481(a)(1) to pay deficient fees may not be
extended. See 37 CFR 1.481(a)(2).

If the payment needed to cover the preliminary
examination fee and handling feeisnot timely made
in accordance with _PCT Rule 58 bis.1(d), the
United States International Preliminary Examining
Authority will declare the Demand to be considered
asif it had not been submitted. In thisregard, where
the Authority sends a notification that the Demand
is considered not to have been made and applicant’s
payment is received on the same date the notification
is sent, the fee is considered to be late and the
notification remains effective. The fee must antedate
the notice in order for the notice not to be effective.
See 37 CFR 1.481(b).
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1868 Correction of Defectsin the Demand
[R-07.2015]

PCT Rule 60
Certain Defectsin the Demand or Elections
60.1 Defectsin the Demand

(a) Subject to paragraphs (a- bis) and (a ter), if the demand
does not comply with the requirements specified in Rules 53.1,
53.2(a)(i) to (iii), 53.2(b), 53.3 t0 53.8 and 55.1, the International
Preliminary Examining Authority shall invite the applicant to
correct the defects within atime limit which shall be reasonable
under the circumstances. That time limit shall not be less than
one month from the date of the invitation. It may be extended
by the International Preliminary Examining Authority at any
time before adecision is taken.

(a-bis) For the purposes of Rule 53.4, if there are two or
more applicants, it shall be sufficient that theindicationsreferred
toin Rule 4.5(a)(ii) and (iii) be provided in respect of one of
them who has the right according to Rule 54.2 to make a
demand.

(a-ter) For the purposes of Rule 53.8, if there are two or
more applicants, it shall be sufficient that the demand be signed
by one of them.

(b) If the applicant complies with the invitation within the
time limit under paragraph (a), the demand shall be considered
asif it had been received on the actual filing date, provided that
the demand as submitted permitted theinternational application
to be identified; otherwise, the demand shall be considered as
if it had been received on the date on which the International
Preliminary Examining Authority receives the correction.

(c) If the applicant does not comply with the invitation
within the time limit under paragraph (@), the demand shall be
considered asif it had not been submitted and the | nternational
Preliminary Examining Authority shall so declare.

(d) [Deleted]

(e) If the defect is noticed by the International Bureau, it
shall bring the defect to the attention of the I nternational
Preliminary Examining Authority, which shall then proceed as
provided in paragraphs (@) to (c).

(f) If the demand does not contain a statement concerning
amendments, the International Preliminary Examining Authority
shall proceed as provided for in Rules 66.1 and 69.1(a) or (b).

(g) Where the statement concerning amendments contains
an indication that amendments under Article 34 are submitted
with the demand ( Rule 53.9(c)) but no such amendments are,
in fact, submitted, the International Preliminary Examining
Authority shall invite the applicant to submit the amendments
within atime limit fixed in the invitation and shall proceed as

provided for in Rule 69.1(€).

Defects in the Demand may be corrected. The type
of correction determines whether the filing date of
the Demand must be changed. The most common
defects which result in the mailing of an invitation
to correct are found in PCT Rules 53 and 55. If the
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applicant complies with the invitation, the Demand
isconsidered asif it had been received on the actual
filing date, i.e., the original date of receipt, provided
that the demand as submitted permitted the
international application to be identified. See PCT

Rule 60.1(b).

1869 Notification to I nternational Bureau of
Demand [R-08.2012]

PCT Article 31
Demand for I nternational Preliminary Examination

*kkk*k

(7) Each elected Office shall be notified of its election.

TheInternational Preliminary Examining Authority,
pursuant to PCT Rule 61, promptly notifies the
International Bureau and the applicant of the filing
of any Demand. The International Bureau in turn
notifies each elected Office of their election and aso
notifies the applicant that such notification has been
made.

1870 Priority Document and Tranglation
Thereof [R-08.2012]

PCT Rule 66

Procedure before the International Preliminary Examining
Authority

*kkk*k

66.7 Copy and Trandation of Earlier Application Whose
Priority I's Claimed

(a) If the International Preliminary Examining Authority
needsacopy of theearlier application whose priority is claimed
in the international application, the International Bureau shall,
on request, promptly furnish such copy. If that copy is not
furnished to the International Preliminary Examining Authority
because the applicant failed to comply with the requirements of
Rule 17.1, and if that earlier application was not filed with that
Authority inits capacity as a national Office or the priority
document isnot availableto that Authority from adigital library
in accordance with the Administrative Instructions, the
international preliminary examination report may be established
asif the priority had not been claimed.

(b) If the application whose priority is claimed in the
international application isin alanguage other than thelanguage
or one of the languages of the International Preliminary
Examining Authority, that Authority may, where the validity
of thepriority clamisrelevant for the formulation of the opinion
referred to in Article 33(1), invite the applicant to furnish a
trandation in the said language or one of the said languages
within two months from the date of the invitation. If the
trandation is not furnished within that time limit, the
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international preliminary examination report may be established
asif the priority had not been claimed.

*kkkk

A copy of the priority document and/or atrangation
thereof, if the priority document is not in English
may be required by the examiner if necessary
because of an intervening reference.

1871 Processing Amendments Filed Under
Article19 and Article 34 Prior to or at the
Start of International Preliminary
Examination [R-01.2024]

PCT Rule 62

Copy of theWritten Opinion by the I nternational Searching
Authority and of Amendments Under Article 19 for the
International Preliminary Examining Authority

62.1 Copy of Written Opinion by I nternational Searching
Authority and of Amendments Made Before the Demand | s
Filed

Upon receipt of a demand, or a copy thereof, from the
International Preliminary Examining Authority, the International
Bureau shall promptly transmit to that Authority:

(i) acopy of the written opinion established under Rule
43 bis.1, unless the national Office or intergovernmental
organization that acted as International Searching Authority is
also acting as International Preliminary Examining Authority;
and

(ii) acopy of any amendment under Article 19, and any
statement referred to in that Article, and the | etter required under
Rule 46.5(b), unless that Authority has indicated that it has
already received such a copy.

62.2 Amendments Made After the Demand IsFiled

If, at the time of filing any amendments under Article 19, a
demand has aready been submitted, the applicant shall
preferably, at the same time as he files the amendments with
the International Bureau, also file with the International
Preliminary Examining Authority a copy of such amendments,
and any statement referred to in that Article and the letter
required under Rule 46.5(b). In any case, the International
Bureau shall promptly transmit a copy of such amendments,
statement and letter to that Authority.

PCT Rule 62 bis

Trandation for the International Preliminary Examining
Authority of theWritten Opinion of the I nternational
Searching Authority

62 bis.1 Trandation and Observations

(8) Uponrequest of theInternational Preliminary Examining
Authority, the written opinion established under Rule 43 bis.1
shall, when not in English or in alanguage accepted by that

Rev. 01.2024, November 2024
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Authority, be trandated into English by or under the
responsibility of the International Bureau.

(b) The International Bureau shall transmit a copy of the
trandation to the Internationa Preliminary Examining Authority
within two months from the date of receipt of the request for
trandation, and shall at the same time transmit a copy to the
applicant.

(c) The applicant may make written observations asto the
correctness of the translation and shall send a copy of the
observations to the International Preliminary Examining
Authority and to the International Bureau.

PCT Rule 66

Procedure before the International Preliminary Examining
Authority

66.8 Form of Amendments

(a) Subject to paragraph (b), when amending the description
or the drawings, the applicant shall be required to submit a
replacement sheet for every sheet of theinternational application
which, on account of an amendment, differs from the sheet
previously filed. The replacement sheet or sheets shall be
accompanied by aletter which shall draw attention to the
differences between the replaced sheets and the replacement
sheets, shal indicate the basis for the anendment in the
application asfiled and shall preferably also explain thereasons
for the amendment.

(b) Where the amendment consists in the deletion of
passages or in minor alterations or additions, the replacement
sheet referred to in paragraph (a) may be a copy of the relevant
sheet of the international application containing the alterations
or additions, provided that the clarity and direct reproducibility
of that sheet are not adversely affected. To the extent that any
amendment results in the cancellation of an entire sheet, that
amendment shall be communicated in aletter which shall
preferably aso explain the reasons for the amendment.

() When amending the claims, Rule 46.5 shall apply
mutatis mutandis. The set of claims submitted under Rule 46.5
as applicable by virtue of this paragraph shall replace all the
claimsoriginaly filed or previously amended under Articles 19
or 34, asthe case may be.

The documents making up the international
application may include amendments of the claims
filed by the applicant under PCT Article 19. Article
19 amendments are exclusively amendments to the
claimsand these amendments can only be made after
the international search report has been established.
Article 19 amendments, any statement referredtoin
that Article, and the letter required under PCT Rule
46.5(b) will be transmitted to the International
Preliminary Examining Authority (IPEA) by the
International Bureau unless that Authority has
indicated that it has already received such a copy.
The International Bureau marks, in the upper
right-hand corner of each replacement sheet
submitted under PCT Article 19, the international
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application number, the date on which that sheet was
received under PCT Article 19 and, in the middle of
the bottom margin, thewords“AMENDED SHEET
(ARTICLE 19).” Where a demand for international
preliminary examination has been submitted to the
IPEA/US and a copy of the PCT Article 19
amendments has not yet been received from the B,
applicant may consider filing a copy directly with
the IPEA/US. If the copy of the PCT Article 19
amendments has not been stamped as“AMENDED
SHEET (ARTICLE 19)” by the IB, the IPEA/US
will treat the unstamped copy as an amendment
under PCT Article 34.

The IPEA starts the international preliminary
examination when it isin possession of the demand;
the required fees; if the applicant is required to
furnish a trandation under PCT Rule 55.2, that
trandlation; either the international search report or
a notice of the declaration by the International
Searching Authority under PCT Article 17(2)(a) that
no international search report will be established;
and the written opinion established under PCT Rule
43 bis.1, unless the applicant expressly requests to
postpone the start of the international preliminary
examination until the expiration of thelater of three
months from the transmittal of the international
search report, or declaration that no international
search report will be established, and written
opinion; or the expiration of 22 months from the
priority date, with the exception of the following
situations:

(A) If the competent IPEA is part of the same
national Office or intergovernmental organization
as the competent International Searching Authority,
the international preliminary examination may, if
the IPEA so wishes, start at the same time as the
international search, provided that the examination
is not to be postponed according to the statement
concerning PCT Article 19 amendments (PCT Rule

53.9(b));

(B) Where the statement concerning
amendments containsan indication that amendments
made with the International Bureau under PCT
Article 19 areto be taken into account (PCT Rule
53.9(a)(i)), the IPEA does not start the international
preliminary examination before it has received a
copy of the amendments concerned, any statement
referred to in that Article and the letter required
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under PCT Rule 46.5(b). These will be transmitted
to the IPEA by the International Bureau. The
applicant should preferably, at the time the applicant
filesthe demand, also file acopy of the amendments,
any statement referred to in that Article and the l etter
required under PCT Rule 46.5(b) with the IPEA;

(C) Where the statement concerning
amendments contains an indication that the start of
the international preliminary examination isto be
postponed (PCT Rule 53.9(b)), the IPEA does not
start the international preliminary examination
before:

(1) it hasreceived acopy of any amendments
made under PCT Article 19, any statement referred
tointhat Article and the letter required under Rule

46.5(b);

(2) it hasreceived anotice from the applicant
that the applicant does not wish to make amendments
under PCT Article 19; or

(3) thelater of two months from the
transmittal of the international search report or the
expiration of 16 months from the priority date;

whichever occursfirst; and

(D) Where the statement concerning
amendments contains an indi cation that amendments
under PCT Article 34 are submitted with the demand
(PCT Rule 53.9(c)) but no such amendments are, in
fact, submitted, the IPEA does not start the
international preliminary examination before it has
received the amendments or before the time limit
fixed in the invitation referred to in PCT Rule
60.1(g) has expired, whichever occursfirst.

The applicant has the right to amend the claims, the
description, and the drawings, in the prescribed
manner and before the start of international

preliminary examination. The amendment must not
go beyond the disclosure in the international

application asfiled. These amendments are referred
to as PCT Article 34(2)(b) amendments. It should
be noted that PCT Article 19 amendmentsare strictly
amendments to the claims made during the Chapter
| search phase while PCT Article 34(2)(b)
amendmentsto the description, claims, and drawings
are made during the Chapter Il examination phase.

When amendments to the description or drawings
are made under PCT Rule 66.8, the applicant shall
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be required to submit a replacement sheet for every
sheet of the international application which, on
account of an amendment, differs from the sheet
previoudy filed. The replacement sheet or sheets
shall be accompanied by a letter which shall draw
attention to the differences between the replaced
sheets and the replacement sheets, shall indicate the
basis for the amendment in the application as filed
and shall preferably also explain the reasons for the
amendment. When amendments to the claims are
made under PCT Rule 66.8, the applicant shall be
required to submit a replacement sheet or sheets
containing a complete set of claims in replacement
of al the claims originadly filed or previously
amended under Articles 19 or 34, as the case may
be. The replacement sheet or sheets must be
accompanied by a letter that identifies the claims
which, on account of the amendments, differ from
the clams originally filed, and shal (A) draw
attention to the differences between the claims
originally filed and the claims as amended, (B)
identify the claimsoriginaly filed which, on account
of the amendments, are cancelled, and (C) indicate
the basis for the amendments in the application as
filed. These amendments may have been submitted
to avoid possible objections as to lack of novelty or
lack of inventive step in view of the citations listed
intheinternational search report and the observations
on novelty, inventive step, and industria
applicability set forth in the written opinion
established by the International Searching Authority;
to meet any objections noted by the International
Searching Authority under PCT Article 17(2)(a)(ii)
(i.e., that all or at least some claims do not permit a
meaningful search) or under PCT Rule 13 (i.e., that
there is a lack of unity of invention); or to meet
objectionsthat may be raised for some other reason,
e.g., to remedy some obscurity which the applicant
has noted in the original documents.

The amendments are made by the applicant of the
applicant’s own volition. This means that the
applicant is not restricted to amendments necessary
to remedy a defect in the international application.
It does not, however, mean that the applicant should
be regarded as free to amend in any way the
applicant chooses. Any amendment must not add
subject matter which goes beyond the disclosure of
the international application as originaly filed.
Furthermore, it should not itself cause the
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international application as amended to be
objectionable under the PCT, e.g., the amendment
should not introduce obscurity.

As amatter of policy and to ensure consistency in
handling amendments filed under Articles 19 and
34 of the PCT, the following guidelines for
processing these amendments have been established:

(A) Any argument or amendment which
complieswith 37 CFR 1.485 will be considered;

(B) Amendments filed after the demand:

(1) will be considered if filed before the
expiration of the applicable time limit under PCT
Rule 54 bis.1(a) which isthe later of:

(@) three months from the transmittal of
either the international search report or a notice of
the declaration by the International Searching
Authority under PCT Article 17(2)(a) that no
international search report will be established, and
the written opinion established under PCT Rule
43 his.1; or

(b) the expiration of 22 months from the
priority date.

Note however, that if applicant did not expressly
reguest to postpone the start of the international
preliminary examination until the expiration of the
time limit under PCT Rule 54 bis.1(a), then the
examiner is not required to consider the
post-Demand amendment, even if such amendment
isfiled before the expiration of the applicable time
limit under PCT Rule 54 bis.1(a).

(2) will be considered if filed before the
application isdocketed to the examiner. To ascertain
if the application has been docketed to the examiner,
check the USPTO patent el ectronic filing system or
contact the PCT Help Desk. See MPEP § 1730,
subsection 1.

(3) may be considered if filed after
docketing. The examiner has discretion to consider
such amendments if the examiner determines that
the amendment places the application in better
condition for examination or the examiner
determines that the amendment should otherwise be
entered.
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(C) Amendments and/or arguments filed after
expiration of the period for response to the written
opinion:

(D will be considered if the amendment was
requested by the examiner,

(2) need not be taken into account for the
purposes of afurther written opinion or the
international preliminary examination report if they
are received after the examiner has begun to draw
up that opinion or report. The applicant may filean
amendment to the description, the claims and the
drawings in the prescribed manner, even if thisis
outside the time period set for reply in PCT Rule
66.2(d). Since the examiner may begin to draw up
the final report once the time period set for reply in
PCT Rule 66.2(d) expires, anendments filed after
the expiration of the time period set in for reply in
PCT Rule 66.2(d) may or may not be considered.
There may be situationswhereit is advisable, to the
extent possible, to take such amendments or
arguments into account, for example, where the
international preliminary examination report has not
yet been completed and it is readily apparent to the
examiner that consideration of the late-filed response
would result in the issuance of afavorable report.

Itisexpected, dueto therelatively short time period
for completion of preliminary examination, that the
Chapter Il application will be taken up promptly
after docketing to the examiner for preparation of
either afurther written opinion, if necessary, or the
international preliminary examination report (Form
PCT/IPEA/409).

Amendments timely filed but misdirected or
otherwise late reaching the examiner will be
considered as in the case of regular domestic
applications and may require asupplemental written
opinion and/or international preliminary examination
report.

Clearly, these guidelines offer the examiner
flexibility. The examiner should be guided by the
overriding principlethat theinternationa preliminary
examination report should be established with as
few written opinions as possible and resolution of
as many issues as possible consistent with the goal
of atimely and quality report.
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See also Administrative Instructions Section 602
regarding processing of amendments by the IPEA.

1872 Availability of the International
Application Filefor International
Preliminary Examination by the Examining
Corps[R-08.2012]

PCT Administrative I nstructions Section 605.
Fileto be used for International Preliminary Examination

Where the International Preliminary Examining Authority is
part of the same national Office or intergovernmental
organization asthe International Searching Authority, the same
file shal serve the purposes of international search and
international preliminary examination.

After the PCT International Application Processing
Division hasfinished processing the documents and
feesfiled with acomplete demand, the international
application is docketed to an examiner in the
appropriate Technology Center for examination. If
the USPTO was the International Searching
Authority for theinternational application, the same
file used for purposes of theinternational search will
be used for purposes of internationa preliminary
examination.

1873 [Reserved]

1874 Determination if International
Preliminary Examination |s Required and
Possible [R-07.2015]

PCT Article 34

Procedure Before the International Preliminary Examining
Authority

*kkkk

4

() If the International Preliminary Examining
Authority considers

(i) that the international application relatesto a
subject matter on which the International Preliminary Examining
Authority is not required, under the Regulations, to carry out
an international preliminary examination, and an international
preliminary examination, and in the particular case decides not
to carry out such examination, or

(ii) that the description, theclaims, or the drawings,
are so unclear, or the claims are so inadequately supported by
the description, that no meaningful opinion can be formed on
the novelty, inventive step (non-obviousness), or industrial
applicability, of the claimed invention, the said authority shall
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not go into the questions referred to in Article 33(1) and shall
inform the applicant of this opinion and the reasons therefor.

(b) If any of the situations referred to in subparagraph
(a) isfound to exist in, or in connection with, certain claims
only, the provisions of that subparagraph shall apply only to the
said claims.

There are instances where international preliminary
examination is not required because of the nature of
the subject matter claimed and also because the
claims are so indefinite that no examination is
possible. Such instances should seldom occur,
especially since most problems of this nature would
have aready been discovered and indicated at the
time of the international search.

If it isfound that certain claims of an international
application relate to subject matter for which no
international preliminary examination is required,
check the appropriate box on aForm PCT/IPEA/408
or aForm PCT/IPEA/409, as appropriate (see MPEP
§1860). It should be noted that subject matter which
isnormally examined under U.S. national procedure
should also be examined as an Internationa
Preliminary Examining Authority.

The examiner should check the appropriate box if it
isfound that the description, claims or drawings are
so unclear, or the clams are so inadequately
supported by the description that no opinion could
be formed as to the novelty, inventive step
(nonobviousness) and industria applicability of the
claimed invention.

Subject matter not searched under Chapter | will not
be the subject of a preliminary examination under
Chapter Il. Thisis so even if claimswhich were not
searched under Chapter | are modified to be
acceptable for examination.

1875 Unity of Invention Beforethe
I nternational Preliminary Examining
Authority [R-07.2015]

PCT Article 34

Procedure before the I nternational Preliminary Examining
Authority

*kkkk

©)

(8 If the International Preliminary Examining
Authority considers that the international application does not
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comply with the requirement of unity of invention as set forth
in the Regulations, it may invite the applicant, at his option, to
restrict the claims so as to comply with the requirement or to
pay additional fees.

*kkk*k

(c) If the applicant does not comply with theinvitation
referred to in subparagraph (a) within the prescribed time limit,
theInternational Preliminary Examining Authority shall establish
an international preliminary examination report on those parts
of the international application which relate to what appears to
be the main invention and shall indicate the relevant factsin the
said report. The national law of any elected State may provide
that, where its national Office finds the invitation of the
International Preliminary Examining Authority justified, those
parts of the international application which do not relate to the
main invention shall, asfar aseffectsin that State are concerned,
be considered withdrawn unless a specia feeis paid by the
applicant to that Office.

*kkk*k

37 CFR 1.488 Determination of unity of invention beforethe
International Preliminary Examining Authority.

(a) Before establishing any written opinion or the
international preliminary examination report, the International
Preliminary Examining Authority will determine whether the
international application complieswith the requirement of unity
of invention as set forth in § 1.475.

(b) If the International Preliminary Examining Authority
considersthat theinternational application doesnot comply with
the requirement of unity of invention, it may:

(1) Issueawritten opinion and/or an international
preliminary examination report, in respect of the entire
international application and indicate that unity of invention is
lacking and specify the reasons therefor without extending an
invitation to restrict or pay additional fees. No international
preliminary examination will be conducted on inventions not
previously searched by an International Searching Authority.

(2) Invite the applicant to restrict the claims or pay
additional fees, pointing out the categories of invention found,
within a set time limit which will not be extended. No
international preliminary examination will be conducted on
inventions not previoudly searched by an International Searching
Authority, or

(3) If applicant failsto restrict the claims or pay
additional fees within the time limit set for reply, the
International Preliminary Examining Authority will issue a
written opinion and/or establish an international preliminary
examination report on the main invention and shall indicate the
relevant factsin the said report. In case of any doubt asto which
invention is the main invention, the invention first mentioned
in the claims and previously searched by an International
Searching Authority shall be considered the main invention.

(c) Lack of unity of invention may be directly evident
before considering the claimsin relation to any prior art, or after
taking the prior art into consideration, as where a document
discovered during the search shows the invention claimed in a
generic or linking claim lacks novelty or is clearly obvious,
leaving two or more claims joined thereby without a common
inventive concept. In such a case the International Preliminary
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Examining Authority may raise the objection of lack of unity
of invention.

The examiner will usually begin the preliminary
examination by checking the international
application for unity of invention. The international
preliminary examination will only be directed to
inventions which have been searched by the
International Searching Authority. All claims
directed to inventions which have not been searched
by the International Searching Authority will not be
considered by the International Preliminary
Examining Authority. If the examiner in the
International Preliminary Examining Authority finds
lack of unity of invention in the claims to be
examined, an invitation is normally prepared and
sent to the applicant requesting the payment of
additional fees or the restriction of the claims on
Form PCT/IPEA/405. Such an invitation will include
the identification of what the examiner considersto
be the “main invention” which will be examined if
no additional fees are paid or restriction is made by
the applicant.

The procedure before the International Preliminary
Examining Authority regarding lack of unity of
invention is governed by PCT Article 34(3)(a)
through (c), PCT Rule 68 (seealso PCT Rule 70.13),
and 37 CFR 1.475 and 1.488. It should be noted that
inmost instances lack of unity of invention will have
been noted and reported upon by the International
Searching Authority which will have drawn up an
international search report and a written opinion
based on those parts of the international application
relating to the invention, or unified linked group of
inventions, first mentioned in the claims (*main
invention”), unless the applicant has paid additional
fees. If the applicant has paid additional search fees,
additional inventionswould also have been searched.
No international preliminary examination will be
conducted on inventions not previously searched by
an International Searching Authority (37 _CFR
1.488(b)(2)).

If the examiner determines that unity of invention
islacking, there are two options:

(A) The examiner may conduct an international
preliminary examination covering all the claimed
and previously searched inventions and indicate that
unity of invention islacking and specify the reasons
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therefor without extending an invitation to restrict
or pay additional fees (PCT Rule 68.1), or

(B) The examiner may invite the applicant to
restrict the claims, so asto comply with the
requirement, or pay additional fees, pointing out the
categories of invention found using Form
PCT/IPEA/405 or USPTO/499 (telephone practice).
See MPEP § 1875.01. Theinvitation to restrict or
pay additional fees shall state the reasons for which
the international application is considered as not
complying with the requirement of unity of
invention. (PCT Rule 68.2). Inventions not
previously searched will not be considered or
included in the invitation.

The written opinion, if any, and the international
preliminary examination report must be established
on al inventions for which examination fees have
been paid.

If the applicant fails to reply to the invitation to
restrict the claims or pay additional examination fees
dueto lack of unity of invention (by not paying the
additional fees or by not restricting the claimseither
sufficiently or at all), thewritten opinion, if any, and
international preliminary examination report must
be established on the claims directed to what appears
to bethe maininvention (PCT Article 34(3)(c)). The
main invention, in case of doubt, isthefirst claimed
invention for which an international search report
has been issued by the International Searching
Authority. The main invention, as viewed by the
examiner, must be set forth on Form PCT/IPEA/405.

If the applicant timely complies with the invitation
to pay additional fees even under protest, or to
restrict the clams, the examiner carries out
international preliminary examination on those
claimed inventions for which additional fees have
been paid or to which the clams have been
restricted. It should be noted that the national law
of any elected State may provide that, where its
nationa Office finds the invitation of the
International Preliminary Examining Authority
justified, those parts of the international application
which do not relate to the main invention shall, as
far as effects in that State are concerned, be
considered withdrawn unlessaspecial feeispaid by
the applicant to that Office (PCT Article 34(3)(c)).
Whether or not the question of unity of invention
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has been raised by the International Searching
Authority, it may be considered by the examiner
when serving as an authorized officer of the
International Preliminary Examining Authority. In
the examiner’s consideration, all documents cited
by the International Searching Authority should be
taken into account and any additional relevant
documents considered. However, there are cases of
lack of unity of invention, where, compared with the
procedure of inviting the applicant to restrict the
international application or pay additional fees (PCT
Rule 68.2), little or no additional effort is involved
in establishing the written opinion , if any, and the
international preliminary examination report for the
entire international application. Then reasons of
economy may makeit advisable for the examiner to
use the option referred to in PCT Rule 68.1 by
choosing not to invite the applicant to restrict the
claimsor to pay additional fees.

Unity of inventionisdefined by 37 CFR 1.475 which
describesthe circumstancesin which the requirement
of unity of invention is considered fulfilled.

1875.01 Preparation of Invitation
Concerning Unity [R-07.2015]

The “Invitation to restrict or pay additional fees,’
Form PCT/IPEA/405, isused to invite the applicant,
at his’her option, to restrict the claims to comply
with the requirements of unity of invention or to pay
additional examination fees. In addition, the
examiner must explain the reasons why the
international applicationisnot considered to comply
with the requirement of unity of invention. The
examiner must also specify, on Form PCT/IPEA/405,
a least one group or groups of claims which, if
elected, would comply with the requirement for unity
of invention.

[. INVITATIONTO RESTRICT OR PAY
ADDITIONAL FEES

In the space provided on form PCT/IPEA/405, the
examiner should identify the disclosed inventions
by claim numerals and indicate which disclosed
inventions are so linked as to form a single general
inventive concept, thereby complying with the
requirement of unity of invention. For example,
claimsto different categories of invention such asa
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product, claimsto a process specifically adapted for
the manufacture of the product and aclaim for ause
of the product would be considered related
inventionswhich comply with the unity of invention
requirement, whereas a claim to an apparatus for
making the product in the same application would
be considered a second invention for which
additional fees would be required. The reasons for
holding that unity of invention is lacking must be
specified. See 37 CFR 1.475 and Chapter 10 of the
International Search and Preliminary Examination
Guidelines which can be obtained from WIPO's
website (www.wipo.int/pct/en/texts/gdlines.html).

Also, the examiner should specify themaininvention
and claims directed thereto which will be examined
if the applicant failsto restrict or pay additional fees.
The main invention, in case of doubt, is the first
claimed invention or related invention before the
International Preliminary Examining Authority for
which a search fee hasbeen paid and an international
search report has been prepared.

The examiner should indicate the total amount of
additional fees required for examination of all
clamed inventions.

In the box provided at the top of the form, the time
limit of one month for response is set according to
PCT Rule 68.2. Extensions of time are not permitted.

Since the space provided on Form PCT/IPEA/405
islimited, supplemental attachment sheets, supplied
by the examiner, with reference back to the specific
section, should beincorporated whenever necessary.

Il. AUTHORIZED OFFICER

Form PCT/IPEA/405 must be signed by an examiner
with at least partial signatory authority.

I11. TELEPHONIC RESTRICTION PRACTICE

Telephone practice may be used to allow applicants
to elect an invention to be examined or to pay
additional feesif:

(A) Applicant or applicant’slegal representative
has a USPTO deposit account,
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(B) Applicant or thelegal representative or agent
orally agrees to charge the additional feesto the
account, and

(C) A complete record of the telephone
conversation isincluded with the written opinion, if
any, or the international preliminary examination
report, including:

(1) Examiner’'s name;
(2) Authorizing attorney’s name;
(3) Date of conversation;

(4) Invention elected and/or inventions for
which additional fees paid; and

(5) Deposit account number and amount to
be charged.

When the telephone practice is used in making lack
of unity requirements, it iscritical that the examiner
oraly inform applicant that there is no right to
protest the holding of lack of unity of invention for
any group of invention(s) for which no additional
examination fee has been paid.

The examiner must further orally advise applicant
that any protest to the holding of lack of unity or the
amount of additional fee required must be filed in
writing no later than one month from the mailing
date of the written opinion or the international
preliminary examination report if the lack of unity
holding isfirst mailed with the IPER because there
was no written opinion. The examiner should fill in
the information on Form USPTO/499 “Chapter |1
PCT Telephone Memorandum for Lack of Unity”
asarecord of the telephonic holding of lack of unity.

If applicant refuses to either restrict the claims to
one invention or authorize payment of additional
fees, or if applicant does not have a deposit account,
Form PCT/IPEA/405 should be prepared and mailed
to applicant.

If a written invitation is required, the examiner
should, if possible, submit that written invitation to
the TC for review and mailing within 7 days from
the date the international application is charged to
the examiner.

See MPEP § 1850 for form paragraphs for lack of
unity in international applications.

1800-135

§1875.02

1875.02 Reply toInvitation Concerning L ack
of Unity of Invention [R-07.2022]

PCT Administrative I nstructions Section 603

Transmittal of Protest Against Payment of Additional Fees
and Decision Thereon Where I nternational Application Is
Considered to Lack Unity of I nvention

The International Preliminary Examining Authority shall
transmit to the applicant, preferably at the latest together with
the international preliminary examination report, any decision
which it has taken under Rule 68.3(c) on the protest of the
applicant against payment of additional fees where the
international application isconsidered to lack unity of invention.
At the sametime, it shall transmit to the International Bureau a
copy of both the protest and the decision thereon, aswell asany
request by the applicant to forward the texts of both the protest
and the decision thereon to the elected Offices.

37 CFR 1.489 Protest to lack of unity of invention before the
International Preliminary Examining Authority.

(a) If the applicant disagrees with the holding of lack of
unity of invention by the International Preliminary Examining
Authority, additional fees may be paid under protest,
accompanied by arequest for refund and a statement setting
forth reasons for disagreement or why the required additional
fees are considered excessive, or both.

(b) Protest under paragraph (@) of this section will be
examined by the Director or the Director’sdesignee. In the event
that the applicant’s protest is determined to be justified, the
additional fees or a portion thereof will be refunded.

(c) Anapplicant who desires that a copy of the protest and
the decision thereon accompany the international preliminary
examination report when forwarded to the Elected Offices, may
notify the International Preliminary Examining Authority to that
effect any time prior to the issuance of the international
preliminary examination report. Thereafter, such notification
should be directed to the International Bureau.

Applicant may reply directly to the International
Preliminary Examining Authority issuing the
invitation by paying some or al additional fees or
by restricting the claimsto oneinvention. If applicant
makes no reply within the set time limit, the
international preliminary examination will proceed
on the basis of the main invention only.

If applicant has paid an additional fee or fees, a
protest to the holding of lack of unity of invention
may be filed with the International Preliminary
Examining Authority. The IPEA/US does not charge
aprotest fee under PCT Rule 68.3(g).
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I. NOTIFICATION OF DECISION ON PROTEST

Form PCT/IPEA/420 is used by the Technology
Center (TC) to inform the applicant of the decision
regarding applicant’s protest on the payment of
additional fees concerning unity of invention.

1. NOTIFICATION

The TC checks the appropriate box, i.e.,, 1 or 2. If
box 2 is checked, aclear and concise explanation as
to why the protest concerning the unity of invention
was found to be unjustified must be given.

Sincethe spaceislimited, supplemental attachment
sheet(s) should beincorporated whenever necessary.

1. AUTHORIZED OFFICER

Form PCT/IPEA/420 must be signed by a TC
Director. See MPEP § 1002.02(c), item (2).

1876 Notation of Errorsand Informalities
by the Examiner [R-07.2015]

PCT Administrative I nstructions Section 607
Rectifications of Obvious Mistakes under Rule 91

(8 Wherethe International Preliminary Examining
Authority authorizes arectification of an obvious mistake under
Rule 91, it shall:

(i) indelibly mark, in the upper right-hand corner of
each replacement sheet, the international application number
and the date on which that sheet was received;

(ii) indelibly mark, in the middle of the bottom margin
of each replacement sheet, the words “RECTIFIED SHEET
(RULE 91)” or their equivalent in the language of the demand
aswell as an indication of the International Preliminary
Examining Authority as provided for in Section 107(b);

(iii) indelibly mark on the letter containing the
rectification or accompanying any replacement sheet the date
on which that letter was received;

(iv) keepinitsfilesacopy of the letter containing the
rectification or, when the rectification is contained in a
replacement sheet, the replaced sheet, a copy of the letter
accompanying the replacement sheet and a copy of the
replacement sheet;

(v) annex to the copy of the international preliminary
examination report which is transmitted to the International
Bureau any replacement sheet and any letter as provided for
under Rule 70.16;

(vi) annex to the copy of the international preliminary
examination report which is transmitted to the applicant a copy
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of each replacement sheet and any letter as provided for under
Rule 70.16.

(b) Where the rectification of an obvious mistake is not
taken into account by the International Preliminary Examining
Authority pursuant to Rule 66.4 bis , and the Authority so
indicatesin the international preliminary examination report in
accordancewith Rule 70.2(e), it shall proceed asindicated under
paragraph (a), provided that the words “RECTIFIED SHEET
(RULE 91) — NOT CONSIDERED FOR REPORT (Rule
66.4 bis)” shall be used when marking in accordance with
paragraph (a)(ii).

(c) Where the rectification of an obvious mistakeis not
taken into account by the International Preliminary Examining
Authority pursuant to Rule 66.4 bis , and the Authority is not
ableto so indicate in the international preliminary examination
report in accordance with the second sentence of Rule 70.2(e),
it shall proceed as indicated under paragraph (a)(i) to (iv) and
forward any replacement sheet and any letter containing the
rectification or accompanying any replacement sheet to the
International Bureau. The International Bureau will promptly
notify the elected Offices accordingly.

Although the examiner is not responsible for
discovering mistakesin theinternational application,
if any mistakes come to the attention of the
examiner, they may be noted and called to the
applicant’s attention. The examiner may invite
applicant to rectify obvious mistakes using Form
PCT/IPEA/411. Mistakes that are not obvious may
be called to applicant’s attention in Box VII of
PCT/IPEA/408.

AUTHORIZED OFFICER

Form PCT/IPEA/408 and Form PCT/IPEA/411 must
be signed by an examiner having at least partia
signatory authority.

1876.01 Request for Rectification and
Notification of Action Thereon [R-07.2015]

I. NOTIFICATION OF DECISION CONCERNING
REQUEST FOR RECTIFICATION

The rectification of obvious mistakes is governed
by PCT Rule 91. PCT Administrative Instructions
Section 325 providesinstructionsfor the processing
of rectifications of obvious mistakes by thereceiving
Office; PCT Administrative Instructions Sections
413 and 413 bis provide instructions for the
processing of rectifications of obvious mistakes by
the Internationa Bureau; PCT Administrative
Instructions Section 511 provides instructions for
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the processing of rectifications of obvious mistakes
by the International Searching Authority; and PCT
Administrative Instructions Section 607 provides
instructions for the processing of rectifications of
obvious mistakes by the International Preliminary
Examining Authority.

1. NOTIFICATION

It the applicant requests rectification of any obvious
mistakes in the description, claims, or drawings, or
in a correction thereon, or in an amendment under
Article 19 or 34, the International Preliminary
Examining Authority should notify applicant whether
the rectification is authorized or refused using Form
PCT/IPEA/412. Any rectification offered to the
international preliminary examining authority must
be in the form of a replacement sheet embodying
the rectification and the letter accompanying the
replacement sheet must draw attention to the
differences between the replaced sheet and the
replacement sheet.

The International Preliminary Examining Authority,
after fully considering applicant’'s request for
rectification of an obvious mistake, will notify
applicant of the action taken on Form
PCT/IPEA/412. Sincethe space provided islimited,
supplemental  sheet(s) should be incorporated
whenever necessary.

1877 Nucleotide and/or Amino Acid
Sequence Listings During the I nternational
Preliminary Examination [R-07.2022]

If the International Preliminary Examining Authority
finds that the international application contains
disclosure of one or more nucleotide and/or amino
acid sequences that, pursuant to the Administrative
Instructions, are required to be included in a
sequence listing, the International Preliminary
Examining Authority may invite the applicant to
furnish such a sequence listing complying with the
standard provided for in the Administrative
Instructions and pay alate furnishing fee. PCT Rule
13 ter.2.
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1878 Preparation of the Written Opinion of
the International Preliminary Examining
Authority [R-07.2022]

PCT Article 34

Procedure Before the I nternational Preliminary Examining
Authority

*kkk*k

@

kkkk*k

(c) The applicant shall receive at least one written
opinion from the International Preliminary Examining Authority
unless such Authority considersthat all of the following
conditions are fulfilled:

(i) theinvention satisfiesthe criteriaset forthin Article

33(1),

(i) theinternational application complieswith the
requirements of this Treaty and the Regulationsin so far as
checked by that Authority,

(iii) no observations are intended to be made under
Article 35(2), last sentence.

*kkkk

37 CFR 1.484 Conduct of international preliminary
examination.

(8 Aninternational preliminary examination will be
conducted to formul ate a non-binding opinion asto whether the
claimed invention has novelty, involves an inventive step (is
non-obvious) and isindustrialy applicable.

(b) International preliminary examination will beginin
accordance with PCT Rule 69.1.

(c) Nointernational preliminary examination will be
conducted on inventions not previously searched by an
International Searching Authority.

(d) TheInternational Preliminary Examining Authority
will establish awritten opinion if any defect exists or if the
claimed invention lacks novelty, inventive step or industrial
applicability and will set a non-extendable time limit in the
written opinion for the applicant to reply.

(e) Thewritten opinion established by the International
Searching Authority under PCT Rule 43 bis.1 shall be considered
to be awritten opinion of the United States International
Preliminary Examining Authority for the purposes of paragraph
(d) of this section.

(f) Thelnternational Preliminary Examining Authority may
establish further written opinions under paragraph (d) of this
section.

(9) If nowritten opinion under paragraph (d) of thissection
is necessary, or if no further written opinion under paragraph
(f) of thissection isto be established, or after any written opinion
and thereply thereto or the expiration of thetimelimit for reply
to such written opinion, aninternational preliminary examination
report will be established by the International Preliminary
Examining Authority. One copy will be submitted to the

Rev. 01.2024, November 2024



§1878

International Bureau and one copy will be submitted to the
applicant.

(h) An applicant will be permitted a personal or telephone
interview with the examiner, which may be requested after the
filing of a Demand, and must be conducted during the period
between the establishment of the written opinion and the
establishment of the international preliminary examination
report. Additional interviews may be conducted where the
examiner determines that such additional interviews may be
helpful to advancing the international preliminary examination
procedure. A summary of any such personal or telephone
interview must be filed by the applicant or, if not filed by
applicant be made of record in the file by the examiner.

(i) If the application whose priority is claimed in the
international applicationisin alanguage other than English, the
United States International Preliminary Examining Authority
may, where the validity of the priority claim isrelevant for the
formulation of the opinion referred to in Article 33(1), invite
the applicant to furnish an English tranglation of the priority
document within two months from the date of the invitation. If
the trandation is not furnished within that time limit, the
international preliminary report may be established asif the
priority had not been claimed.

PCT Rule 66

Procedure Before the I nternational Preliminary Examining
Authority

*kkkk

66.1bis Written Opinion of the I nternational Searching
Authority

*kkk*k

(8) Subject to paragraph (b), the written opinion established
by the International Searching Authority under Rule 43 bis.1
shall be considered to be awritten opinion of the International
Preliminary Examining Authority for the purposes of Rule

66.2(a).

*kkk*k

66.1 ter Top-up Searches

Thelnternationd Preliminary Examining Authority shall conduct
asearch ("top-up search") to discover documentsreferred toin
Rule 64 which have been published or have become available
to the said Authority for search subsequent to the date on which
the international search report was established, unless it
considers that such a search would serve no useful purpose. If
theAuthority findsthat any of the situationsreferredtoin Article
34(3) or (4) or Rule 66.1(€) exists, the top-up search shall cover
only those parts of the international application that are the
subject of international preliminary examination.

*kkk*k

66.4 Additional Opportunity for Submitting Amendments or
Arguments

(a8 If the International Preliminary Examining Authority
wishes to issue one or more additional written opinions, it may
do so, and Rules 66.2 and 66.3 shall apply.

*kkk*k
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A written opinion must be prepared by the
International Searching Authority at the same time
the international search report is prepared. The
United States International Preliminary Examining
Authority (IPEA/US) will consider the written
opinion of the International Searching Authority to
be the first written opinion of the IPEA and as such
in most instances no further written opinion need be
issued by the U.S. examiner handling the
international  preliminary examination before
establishment of the international preliminary
examination report, even if there are objections
outstanding. The examiner is to take into
consideration any comments or amendments made
by the applicant when he/she establishes the
international  preliminary  examination report.
However, afurther written opinion must be prepared
if applicant files a response which includes a
persuasive argument that the written opinion issued
by the International Searching Authority was
improper because of anegative opinion with respect
toalack of novelty, inventive step (non-obviousness)
or industrial applicability asdescribed in PCT Article
33(2) - (4); and which results in the examiner
considering any of the claims to lack novelty,
inventive step (non-obviousness) or industrial
applicability as described in PCT Article 33(2) - (4)
based on new art not necessitated by any amendment.
Such afurther written opinion should be established
as the Written Opinion of the International
Preliminary  Examining  Authority  (Form
PCT/IPEA/408).

When preparing Form PCT/IPEA/408, the
classification of the subject matter inserted by the
examiner in the header on the cover sheet shall be
either:

(A) that given by the International Searching
Authority under PCT Rule 43.3, if the examiner
agrees with such classification; or

(B) that which the examiner considersto be
correct, if the examiner does not agree with that
classification.

Both the International Patent Classification (IPC)
and the CPC classification as required by the
IPEA/US should be given.
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Sincethe | PEA/USwill consider the written opinion
of the |SA to bethefirst written opinion of the IPEA,
item 1 of the cover sheet is marked accordingly.
Further, since the written opinion of the ISA is
considered to bethefirst written opinion, the written
opinion of the IPEA needs to be indicated as a
second opinion in item 2 of the cover sheet.

A top-up search should be conducted by the IPEA
to identify any additiona prior art that has been
published or has become availabl e subsequent to the
date of the establishment of theinternational search
report. The purpose isto discover any intermediate
prior art not available during the international search,
i.e., a patent application published on or after the
filing or, the valid priority date of the international
application, but having an earlier filing or priority
date. Thetop-up search should be differentiated from
additional search. A top-up search is to find prior
art which recently became available, which is not
the same as additiona search required as aresult of
a claim amendment to present additional features
not previously claimed.

A top-up search should be performed in all Chapter
Il examination, except where the examiner considers
performing a top-up search would serve no useful
purpose. This, however, should be arare occurrence.
For example, thisisthe case when it is decided that
the international application, in its entirety, relates
to subject matter on which the International
Preliminary Examining Authority isnot required to
carry out an international preliminary examination,
or that the international application is so unclear or
the claims are so inadequately supported by the
description that no meaningful opinion can be
formed on the novelty, inventive step, or industrial
applicability, of the claimed invention. The same
applieswhen no international search report has been
established for certain claims and it is thus decided
not to carry out an international preliminary
examination on these claims. Note, however, that
when any of the above situations appliesto only part
of the claimed subject matter or where thereislack
of unity of invention, atop-up search should still be
carried out but restricted to those parts of the
international application that are the subject of
international preliminary examination. Another
situation is when the IPEA considers that the
documents cited in the International Search Report
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are sufficient to show thereislack of novelty on the
entire subject matter. A further example where a
top-up search is considered to serve no useful
purpose is when the International Search Report
cited novelty defeating X references and no
amendment to the claims or comments on the
application of art has been filed.

If the claims in the international application lack
unity, the examiner will first issue an invitation to
pay further examination fees and then perform the
top-up search on inventions for which examination
feeshave been paid. Theinvention paid for must not
have been excluded from preliminary examination
due to lack of international search in Chapter I.

In an application where an Article 34 amendment
has been filed but no basis can be located, and/or
there is no letter explaining the basis, the top-up
search may be limited to the scope of the claims
forming the basis for the report.

In cases where relevant documents have been
discovered in a top-up search and the examiner
intends to raise a new objection based on the
documents, a second written opinion should be
issued where the new objection was not necessitated
by an amendment.

I. BOX NO. |.—BASIS OF OPINION

When completing Box No. I, item 1 of Form
PCT/IPEA/408, the examiner must indicate whether
or not the opinion has been established on the basis
of the international application in the language in
which it wasfiled. If atrandation was furnished for
the purpose of the international search, publication,
or international preliminary examination, this must
beindicated. The opinion will be established on the
basis of any amendments, rectifications, priority
and/or unity of invention holdings, and shall answer
the questions concerning novelty, inventive step,
and industrial applicahility for each of the claims
under examination.

For the purpose of completing Box No. I, item 2,
sheets of the description and drawings filed during
Chapter | proceedingsand stamped “SUBSTITUTE
SHEET (RULE 26)”", “RECTIFIED SHEET (RULE
91)”, and “INCORPORATED BY REFERENCE
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(RULE 20.6)" are considered to be originally
filed/furnished pages and should be listed as
originaly filed/furnished pages. Only those
amendments or rectifications to the description and
drawings filed on the date of demand or after the
filing of a demand should be listed as pages
“received by this Authority on
Claims filed during the Chapter | proceedings and
stamped “SUBSTITUTE SHEET (RULE 26)”,
“RECTIFIED SHEET (RULE 91)", and
“INCORPORATED BY REFERENCE (RULE
20.6)" are aso considered to be originaly
filed/furnished and should be listed as originaly
filed/furnished claim numbers.

However, amended claims filed under PCT Article
19 in response to the international search report are
to be indicated as claim numbers as amended
(together with any statement) under PCT Article 19.
The International Bureau (I1B) marks, in the upper
right-hand corner of each replacement sheet
submitted under PCT Article 19, the international
application number, the date on which that sheet was
received under PCT Article 19 and, in the middle of
the bottom margin, thewords“AMENDED SHEET
(ARTICLE 19)" See PCT Administrative
Instructions Section 417. Applicant’s submission of
atimely amendment to the claims alleged to be under
Article 19 is accepted under Article 34 (not Article
19) unlessthe International Bureau hasindicated the
amendments were accepted under Article 19. Only
those claimsfiled on the date of demand or after the
filing of ademand should belisted as claim numbers
“received by this Authority on

Further, if the opinion has been based on anucleotide
and/or amino acid sequence disclosed and necessary
to the claimed invention, the examiner must indicate
the purpose for which the sequence listing wasfiled
(i.e., whether as part of the international application
or solely for purposes of international search), the
time of filing/furnishing the sequence listing (i.e.,
whether filed on the internationa filing date or
subsequently), and the format of the sequencelisting
(i.e., whether filed on paper or in the form of an
image file (PDF) and/or in electronic form (Annex
C/ST.25text file)). If more than one version or copy
of the sequence listing is filed, the examiner must
indicatein item 2 whether the applicant has provided
the required statement indicating that theinformation
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in the subsequent or additional copies are identical
to that in the application as filed or does not go
beyond the application asfiled, as appropriate. Item
3isavailable for providing additional comments.

The examiner must also indicate, in Box No. I, item
3, if any of the amendments filed resulted in the
cancellation of any pages of the description, any of
the claims, any sheetsand/or figures of thedrawings,
or any of sequencelisting. If the examiner considers
any of the amendments to go beyond the original
disclosure, or they were not accompanied by aletter
indicating the basis for the amendment in the
application asfiled, the examiner must point this out
inBox No. |, item 4 and explain the reasons for this
determination in the Supplemental Box. New matter
which appears on a replacement sheet will be
disregarded for the purpose of establishing the
opinion. However, theremainder of the replacement
sheet, including any amendments which do not
congtitute new matter, will be taken into
consideration for the purpose of establishing the
opinion. Box No. |, item 5 needs to be marked if the
opinion is established taking into account the
rectification of an obvious mistake under PCT Rule
91. Further, Box No. |, item 6 needs to be marked
if the opinion is established taking into account the
supplementary international search report(s) from
the specified Supplementary I nternational Searching
Authority(ies) (SISA).

I1. BOX NO.Il.—PRIORITY

Where the priority document is provided by the
applicant in compliance with PCT Rule 17.1 after
the preparation of the search report and the written
opinion of the ISA, any written opinion of the IPEA
and/or the international preliminary examination
report should reconsider the validity of the priority
claim. Where the priority document is a foreign
document and it is not already in the file, the IPEA
may request a copy of the document from the IB
and, if necessary, a trandation from the applicant.
In the meantime, if the outcome of the examination
requires the issuing of an opinion, that opinion
should be issued without waiting to obtain the
priority document and/or the trandation. An
appropriate comment should be made under the
heading “Additional observations, if necessary” in
Box No. |1 of thewritten opinion. If the |PEA needs
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a copy of the priority document, and the priority
document was not filed with the |PEA inits capacity
as anational office and is not available to the IPEA
from a digital library in accordance with the
Administrative Instructions, then the IPEA may
request the 1B to furnish such copy. PCT Rule
66.7(a). If the priority document is in a foreign
language, the IPEA may invite applicant to furnish
atranglation within two months of such invitation.
PCT Rule 66.7(b). Failure to furnish the copy of the
priority document or trandation may result in the
IPEA establishing the written opinion of the IPEA
and/or the IPER as if the priority had not been
clamed. This is indicated by checking the
appropriate boxes in item 1 of Box No. Il in the
opinion or report.

[11. BOX NO. IIl.— NON-ESTABLISHMENT OF
OPINION ON NOVELTY, INVENTIVE STEPAND
INDUSTRIAL APPLICABILITY

Box No. 111 of Form PCT/IPEA/408 is intended to
cover situations where some or al claims of an
application are so unclear or inadequately supported
by the description that the question of novelty,
inventive step (nonobviousness), and industrial
applicability cannot be considered, or where the
international application or claims thereof relate to
subject matter which does not require international
preliminary examination, or where no international
search report has been established for the claims.

Box No. Il of Form PCT/IPEA/408 should befilled
out in accordance with the instructions for Box No.
Il of Form PCT/ISA/237 provided in MPEP 8§
1845.01.

V. BOX NO. V. —LACK OF UNITY OF
INVENTION

Box No. IV of Form PCT/IPEA/408 should be used
by the examiner to notify applicant that lack of unity
of invention has been found.

Subsection 1 of Box |V isto be completed to indicate
applicant'sresponseto aninvitation to restrict or pay
additional fees. Under subsection 1, check the first
box if the applicant restricted the clams to a
particular group. Check the second box if the
applicant paid additional fees for examination of
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additional inventions. Check the third box if the
additional fees were paid under protest. The fourth
box should not be checked. Check the fifth box if
the applicant neither restricted nor paid additional
fees (i.e., there was no response to the invitation to
restrict or pay additional fees or the response was
not timely).

Subsection 2 of Box IV is to be completed if the
examiner determines that unity of invention is
lacking but chooses not to invite the applicant to
restrict or pay additional fees.

Subsection 3 of Box |V isto be completed to indicate
which claims were the subject of international
preliminary examination. If al clams are to be
examined, check thefirst box under subsection 3. If
only some of the claims were the subject of
international preliminary examination, check the
second box under subsection 3 and identify the claim
numbers.

V. BOX NO.V.—REASONED STATEMENT WITH
REGARD TO NOVELTY, INVENTIVE STEP, AND
INDUSTRIAL APPLICABILITY OF CLAIMS

In Box No. V, the examiner must list in summary
form all claimswith regard to the criteria of novelty
(N), inventive step (1S), and industrial applicability
(IA), and should befilled out in accordance with the
instructions for Box No. V of Form PCT/ISA/237
provided in MPEP § 1845.01.

In al cases, the application should be searched by
the examiner at least to the point of bringing the
previous search up to date. Prior art discovered in a
search and applied in a reasoned statement in Box
No. V must be made of record in Box No. V. Prior
art aready cited on the international search report
need not again be cited on the written opinion or
international preliminary examination report. The
subsequently discovered prior art is to be cited in
compliance with PCT Rule 435 and PCT
Administrative Instructions Section 503 using the
same citation format used on the international search
report. One copy of each newly cited foreign patent
document and non-patent literature reference will
be sent to the applicant and one copy will beretained
for the application file. The USPTO no longer mails
paper copies of U.S. patents and U.S. patent
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application publications cited during theinternational
stage of an international application, so paper copies
of these documents need not beincluded in thefile.

VI. BOX NO.VI|.— CERTAIN DOCUMENTS
CITED

Box No. VI provides a convenient manner of listing
two different types of documents that were newly
discovered and which were not applied in Box No.
V:

(A) Published applications or patents which
would constitute prior art for purposes of PCT
Article 33(2) and (3) had they been published prior
to the relevant date (PCT Rule 64.1) but were filed
prior to, or claim the priority of an earlier application
which had been filed prior to, therelevant date (PCT
Rule 64.3) - by the application number or patent
number as well as the publication date, filing date
and priority date; and

(B) Non-written disclosure - by the kind of
disclosure, date of the disclosure and the date of the
written disclosure referring to the non-written
disclosure.

As with the newly cited art in Box No. V, the
subsequently discovered prior art is to be cited in
compliance with PCT Rule 43.5 and Administrative
Instructions Section 503 using the same citation
format used on the international search report. Two
copies of each newly cited foreign patent document
and non-patent literature reference should be
included inthe applicationfilewhenitissent to PCT
Operations for the mailing of the Form
PCT/IPEA/408. One of the copies of each newly
cited foreign patent document and non-patent
literature reference will be sent to the applicant and
one copy will befor the Chapter 11 file. The USPTO
no longer mails paper copies of U.S. patents and
U.S. patent application publications cited during the
international stage of an international application,
SO paper copies of these documents need not be
included in thefile.

VII. BOXVIlI.— CERTAIN DEFECTSIN THE
INTERNATIONAL APPLICATION

In Box No. VII, defects in the form and content of
theinternational application are identified. Box No.
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VIl should be filled out in accordance with the
instructions for Box No. VIl of Form PCT/ISA/237
provided in MPEP § 1845.01.

VIII. BOXNO.VIII.—CERTAIN OBSERVATIONS
ON THE INTERNATIONAL APPLICATION

In Box No. VI, the examiner notifies the applicant
of observations made asto the clarity of the claims,
the description, the drawings, or on the question
whether the claims are fully supported by the
description. Box No. VIII should be filled out in
accordance with the instructions for Box No. VIII
of Form PCT/ISA/237 providedin MPEP § 1845.01.

IX. TIMETO REPLY

An invitation by the International Preliminary
Examining Authority (IPEA) to applicant to reply
to the examiner’s written opinion will normally set
a 2-month time limit for reply.

However, PCT Rule 69.2 sets forth time limits for
the IPEA to establish the international preliminary
examination report (IPER). Accordingly, a 1-month
timelimit should be set by the examiner in situations
when a 2-month time limit would risk delaying the
date of establishment of the IPER beyond:

(A) 28 months from the priority date; or

(B) 6 monthsfrom thetime provided under PCT
Rule 69.1 for the start of international preliminary
examination; or

(C) 6 months from the date of receipt by the
IPEA of the trandation furnished under PCT Rule
55.2.

Asageneral rule, a 1-month time limit for reply to
the written opinion should be set by the examiner if
the written opinion (Form PCT/IPEA/408) has not
been completed by the examiner within 24 months
following the application’s“priority date” asdefined
in PCT Article 2.

The United States rules pertaining to international
preliminary examination of international applications
do not provide for any extension of timeto reply to
a written opinion. See 37 CFR 1.484(d) - (f) and
MPEP § 1878.02.
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X. AUTHORIZED OFFICER

Every written opinion must be signed by an examiner
having at least partial signatory authority.

1878.01 Includes Subsections Regarding
Prior Art, Novelty, I nventive Step, and
Industrial Applicability for Purposes of the
Written Opinion and the International
Preliminary Examination Report [R-07.2022]

1878.01(a) Prior Art for Purposes of the
Written Opinion and the International
Preliminary Examination Report [R-10.2019]

PCT Article 33.
The International Preliminary Examination

*kkk*k

(6) Theinternationa preliminary examination shall take
into consideration all the documents cited in the international
search report. It may take into consideration any additional
documents considered to be relevant in the particular case.

PCT Rule 64
Prior Art for International Preliminary Examination
64.1 Prior Art

(a) For the purposes of Article 33(2) and (3), everything
made available to the public anywhere in the world by means
of written disclosure (including drawings and other illustrations)
shall be considered prior art provided that such making available
occurred prior to the relevant date.

(b) For the purposes of paragraph (a), the relevant date shall
be:

(i) subjecttoitems(ii) and (iii), theinternational filing
date of the international application under international
preliminary examination;

(if) where the international application under
international preliminary examination claims the priority of an
earlier application and has an international filing date which is
within the priority period, the filing date of such earlier
application, unless the International Preliminary Examining
Authority considers that the priority claimis not valid;

(iii) where the international application under
international preliminary examination claims the priority of an
earlier application and has an international filing date which is
later than the date on which the priority period expired but within
the period of two months from that date, the filing date of such
earlier application, unless the International Preliminary
Examining Authority considers that the priority claimis not
valid for reasons other than the fact that the international
application has an international filing date which islater than
the date on which the priority period expired.

1800-143

§ 1878.01(a)

64.2 Non-Written Disclosures

In cases where the making available to the public occurred by
means of an oral disclosure, use, exhibition or other non-written
means (“non-written disclosure”) before the relevant date as
defined in Rule 64.1(b) and the date of such non-written
disclosure is indicated in a written disclosure which has been
made available to the public on adate which is the same as, or
|ater than, the relevant date, the non-written disclosure shall not
be considered part of the prior art for the purposes of Article
33(2) and (3). Nevertheless, the international preliminary
examination report shall call attention to such non-written
disclosure in the manner provided for in Rule 70.9.

64.3 Certain Published Documents

In cases where any application or any patent which would
congtitute prior art for the purposes of Article 33(2) and (3) had
it been published prior to the relevant date referred to in Rule
64.1 was published on adate which isthe same as, or later than,
the relevant date but was filed earlier than the relevant date or
claimed the priority of an earlier application which had been
filed prior to the relevant date, such published application or
patent shall not be considered part of the prior art for the
purposes of Article 33(2) and (3). Nevertheless, theinternational
preliminary examination report shall call attention to such
application or patent in the manner provided for in Rule 70.10.

Theabove provisions apply mutatis mutandisto the
written opinion of the International Searching
Authority. See PCT Rule 43 bis.1(b).

The relevant date for the purpose of considering
prior art is defined in PCT Rule 64.1(b) as:

(A) theinternational filing date (subject to (B)
and (C));

(B) where the international application claims
the priority of an earlier application and has an
international filing date which iswithin the priority
period, the filing date of such earlier application,
unlesstheAuthority considersthat the priority claim
isnot valid;

(C) wherethe international application claims
the priority of an earlier application and has an
international filing date which is later than the date
on which the priority period expired but within the
period of two months from that date, the filing date
of such earlier application, unless the Authority
considersthat the priority claim isnot valid for
reasons other than the fact that the international
application has an international filing date which is
later than the date on which the priority period
expired.
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When a potentially relevant document has been
published between a claimed priority date of the
application and its international filing date, the
examiner isrequired to consider whether the claimed
priority dateisvalid for the purposes of determining
the “relevant date” of the claimsin the international
application. For international applications filed on
or after April 1, 2007, a priority date should not be
considered invalid merely because the international
application was not filed prior to the date of
expiration of the priority period, provided that the
international application is filed within the period
of two months from the date of expiration of the
priority period. Note that if thereistime left for the
applicant to perfect, correct or add a priority claim
but there is insufficient time for the examiner to
make a proper determination as to whether the
priority claim is valid, due to the need to issue a
timely written opinion by the International Searching
Authority, the “relevant date” for the purposes of
the written opinion will be based on the claimed
priority date. See Chapter 11 of the International
Search and Preliminary Examination Guidelines,
which may be obtained from WIPO's website
(www.wipo.int/pct/en/texts/gdlines.html). In cases
where any application or any patent which would
constitute prior art for the purpose of international
preliminary examination asto novelty and inventive
step (nonobviousness) was published on or after the
relevant date of the international application under
consideration but was filed earlier than the relevant
date or claimed the priority of an earlier application
which was filed prior to the relevant date, the
published application or patent is not to be
considered part of the prior art for the purpose of
international preliminary examination asto novelty
and inventive step. Nevertheless, these documents
ae to be listed on Form PCT/ISA/237,
PCT/IPEA/408, or PCT/IPEA/409, as appropriate
under the heading “CERTAIN PUBLISHED
DOCUMENTS".

In determining whether there is inventive step,
account should be taken of what the applicant
acknowledgesin hig/her description asknown. Such
acknowledged prior art should be regarded as correct
and used during preliminary examination where

appropriate.
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For oral or non-written disclosure, see PCT Rules
64.2 and 70.9.

1878.01(a)(1) Novelty for Purposesof the
Written Opinion and the International
Preliminary Examination Report [R-08.2012]

Novelty isdefined in PCT Article 33(2).

PCT Article 33
The International Preliminary Examination

*kkk*k

(2) For the purposes of the international preliminary
examination, aclaimed invention shall be considered novel if
itisnot anticipated by the prior art asdefined in the Regul ations.

*kkkk

Theabove provisions apply mutatis mutandisto the
written opinion of the International Searching
Authority. See PCT Rule 43 bis.1(b).

1878.01(a)(2) Inventive Step for Purposes of
the Written Opinion and the International
Preliminary Examination Report [R-08.2012]

Inventive step is defined in PCT Article 33(3).

PCT Article 33

The International Preliminary Examination

*kkkk

(3) For purposes of the international preliminary
examination, aclaimed invention shall be considered to involve
an inventive step if, having regard to the prior art as defined in
the Regulations, it isnot, at the prescribed relevant date, obvious
to aperson skilled in the art.

*kkk*k

PCT Rule 65
I nventive Step or Non-Obviousness
65.1 Approach to Prior Art

For the purposes of Article 33(3), theinternational preliminary
examination shall take into consideration the relation of any
particular claim to the prior art as a whole. It shall take into
consideration the claim’s relation not only to individual
documents or parts thereof taken separately but alsoitsrelation
to combinations of such documents or parts of documents, where
such combinations are obvious to a person skilled in the art.

65.2 Relevant Date

For the purposes of Article 33(3), the relevant date for the
consideration of inventive step (non-obviousness) is the date
prescribed in Rule 64.1.
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Theabove provisionsapply mutatis mutandisto the
written opinion of the International Searching
Authority. See PCT Rule 43 bis.1(b).

1878.01(a)(3) Industrial Applicability for
Purposes of the Written Opinion and the
I nternational Preliminary Examination
Report [R-08.2012]

Industrial applicability is defined in PCT Article
33(4).

PCT Article 33.
The International Preliminary Examination

*hkkk*k

(4) For the purposes of the international preliminary
examination, aclaimed invention shall be considered industrially
applicableif, according to its nature, it can be made or used (in
thetechnological sense) inany kind of industry. “ Industry” shall
be understood in its broadest sense, as in the Paris Convention
for the Protection of Industrial Property.

*kkkk

Theabove provisions apply mutatis mutandisto the
written opinion of the International Searching
Authority. See PCT Rule 43 bis.1(b).

1878.02 Reply totheWritten Opinion of the
| SA or IPEA [R-07.2015]

PCT Article 34

Procedure Before the I nternational Preliminary Examining
Authority

*kkkk

2
(d) The applicant may respond to the written opinion.

*kkk*k

PCT Rule 66

Procedure before the I nternational Preliminary Examining
Authority

*kkk*k

66.3 Formal Response to the I nternational Preliminary
Examining Authority

(&) The applicant may respond to the invitation referred to
in Rule 66.2(c) of the International Preliminary Examining
Authority by making amendments or - if he disagrees with the
opinion of that Authority - by submitting arguments, asthe case
may be, or do both.

(b) Any response shall be submitted directly to the
International Preliminary Examining Authority.

*kkk*k
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66.4. bis Consideration of Amendments, Arguments and
Rectifications of Obvious Mistakes

Amendments, arguments and rectifications of obvious mistakes
need not be taken into account by the International Preliminary
Examining Authority for the purposes of a written opinion or
the international preliminary examination report if they are
received by, authorized by or notified to that Authority, as
applicable, after it has begun to draw up that opinion or report.

66.5 Amendment

Any change, other than the rectification of an obvious mistake,
in the claims, the description, or the drawings, including
cancellation of claims, omission of passages in the description,
or omission of certain drawings, shal be considered an
amendment.

66.6 Informal Communications with the Applicant

Thelnternational Preliminary Examining Authority may, at any
time, communicate informally, over the telephone, in writing,
or through personal interviews, with the applicant. The said
Authority shall, at its discretion, decide whether it wishes to
grant more than one personal interview if so requested by the
applicant, or whether it wishesto reply to any informal written
communication from the applicant.

*kkkk
66.8 Form of Amendments

(a) Subject to paragraph (b), when amending the description
or the drawings, the applicant shall be required to submit a
replacement sheet for every sheet of theinternational application
which, on account of an amendment, differs from the sheet
previoudly filed. The replacement sheet or sheets shall be
accompanied by aletter which shall draw attention to the
differences between the replaced sheets and the replacement
sheets, shall indicate the basis for the amendment in the
application asfiled and shall preferably also explain thereasons
for the amendment.

(b) Where the amendment consists in the deletion of
passages or in minor aterations or additions, the replacement
sheet referred to in paragraph (a) may be a copy of the relevant
sheet of the international application containing the alterations
or additions, provided that the clarity and direct reproducibility
of that sheet are not adversely affected. To the extent that any
amendment results in the cancellation of an entire sheet, that
amendment shall be communicated in aletter which shall
preferably also explain the reasons for the amendment.

(c) When amending the claims, Rule 46.5 shall apply
mutatis mutandis. The set of claims submitted under Rule 46.5
as applicable by virtue of this paragraph shall replace all the
claimsoriginaly filed or previously amended under Articles 19
or 34, asthe case may be.

37 CFR 1.485 Amendments by applicant during international
preliminary examination.

The applicant may make amendments at the time of filing the
Demand. The applicant may also make amendments within the
time limit set by the International Preliminary Examining
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Authority for reply to any notification under § 1.484(b) or to
any written opinion. Any such amendments must be made in
accordance with PCT Rule 66.8.

A reply to thewritten opinion of the | SA intheform
of arguments and/or amendmentswill be considered
by the IPEA if a demand has been filed with the
IPEA. All amendmentsin reply to awritten opinion
must be received within the time limit set for reply
in order to be assured of consideration in the
international  preliminary examination report.
Amendments filed at or before expiration of the
period for reply will be considered. Since the
examiner will begin to draw up the international
preliminary examination report rather promptly after
the time period expires, amendments filed after
expiration of thereply period may not be considered.
However, as indicated in MPEP § 1871, there may
be situations where it is advisable, to the extent
possible, to take such amendments or argumentsinto
account, for example, where the international
preliminary examination report has not yet been
completed and it isreadily apparent to the examiner
that consideration of the late-filed response would
result in the issuance of a favorable report. In view
of the short time period for completion of
preliminary examination, applicants are strongly
encouraged to file any amendments promptly. 37
CFR 1.484(d) does not allow for extensions of time
to reply to a written opinion. The policy of not
allowing extensions of time is to ensure that the
USPTO can meet itstreaty deadlinefor transmission
of theinternational preliminary examination report.

Any change, other than the rectification of obvious
mistakes in the claims, the description, or the
drawings, including the cancellation of claims,
omission of passages in the description or omission
of certain drawingswill be considered an amendment
(PCT Rule 66.5). The Patent and Trademark Office
when acting as the Internationa Preliminary
Examining Authority will not accept any
non-English applications or amendments.

Any amendmentsto the description and the drawings
in reply to a written opinion must (1) be made by
submitting a replacement sheet for every sheet of
the application which differs from the sheet it
replaces unless an entire sheet is cancelled and (2)
include a description of how the replacement sheet
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differs from the replaced sheet in accordance with
PCT Rule 66.8.

Any amendment to the claimsin reply to a written
opinion must be made by submitting a replacement
sheet or sheets containing a complete set of claims
in replacement of al the claims originally filed or
previously amended under Articles 19 or 34, asthe
case may bein accordancewith PCT Rule 66.8. The
replacement sheet or sheets shall be accompanied
by aletter which: (i) shall identify the claimswhich,
on account of theamendments, differ from the claims
originaly filed, and shall draw attention to the
differences between the claims originally filed and
the claims as amended; (ii) shall identify the claims
origindly filed which, on account of the
amendments, are cancelled; (iii) shall indicate the
basisfor the amendmentsin the application asfiled.

In the particular case where the amendment cancels
clams, passages in the description or certain
drawings resulting in the cancellation of an entire
sheet, the amendment must be submitted in theform
of aletter cancelling the sheet (PCT Rule 66.8(a)).

Generally, the replacement sheets should bein typed
form and contain the changes in clean copy without
any underlining and/or bracketing. A marked-up
copy may be included as part of the remarks, along
with the clean copy.

Any paper submitted by the applicant, if not in the
form of a letter, must be accompanied by a letter
signed by the applicant or agent (PCT Rule 92.1).
The letter must draw attention to the differences
between the replaced sheet and the replacement
sheet.

The examiner should make sure that amendments
filed in accordance with the PCT, which are
necessary to correct any deficiencies notified to the
applicant, do not go beyond the disclosure of the
international application asfiled, thusviolating PCT
Article 34(2)(b). In other words, no amendment
should contain matter that cannot be substantiated
by the application as originally filed. In a situation
where new matter is introduced by amendment in
reply to a written opinion, the international
preliminary examination report will be established
as if the amendment had not been made, and the
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report should so indicate. It shall aso indicate the
reasons why the amendment goes beyond the
disclosure (PCT Rule 70.2(c)). Although new matter
which appears on a replacement sheet will be
disregarded for the purpose of establishing thereport,
the remainder of the replacement sheet, including
any amendmentswhich do not constitute new matter,
will be taken into consideration for the purpose of
establishing the report.

INTERVIEWS

The examiner or applicant may, after the filing of a
demand and during the time limit for reply to the
written opinion, request a telephone or personal
interview. Only one interview is a matter of right,
whether by telephone or in person. Additional
interviews may be authorized by the examiner in a
particular international application where such
additional interview may be helpful to advance the
international preliminary examination procedure.

All interviews of substance must be made of record
by using PCT/IPEA/428 Notice on Informal
Communication with the Applicant.

When aninterview isarranged, whether by telephone
or inwriting, and whether by the examiner or by the
applicant, the mattersfor discussion should be stated.

Therecords of interviews or tel ephone conversations
should indicate, where appropriate, whether areply
is due from the applicant or agent or whether the
examiner wishes to issue an additional written
opinion or establish the international preliminary
examination report.

If the applicant desires to reply to the written
opinion, such reply must be filed within the time
limit set for reply in order to assure consideration.
No extensions to the time limit will be considered
or granted. If no timely reply is received from the
applicant, theinternational preliminary examination
report will be established by the examiner, treating
each claim substantially as it was treated in the
written opinion. Repliesto thewritten opinion which
arenot filed within the time limit set but which reach
the examiner before the examiner takes up the
application for preparation of the final report may
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be considered. Thus, only timely replies can be
assured of consideration.

The applicant may reply to theinvitation referred to
in Rule 66.2(c) by making amendments or, if the
applicant disagrees with the opinion of the authority,
by submitting arguments, asthe case may be, or both
(PCT Rule 66.3).

If applicant does not reply to the written opinion,
theinternational preliminary examination report will
be prepared in time for forwarding to the
International Divisionin finished form by 27 months
from the priority date.

1879 Preparation of the International
Preliminary Examination Report [R-07.2022]

[Editor Note: This section discusses the July 2022
version of PCT/IPEA/409. For international
applications having an internationd filing date before
July 1, 2022, information regarding form
PCT/IPEA/409 (revised January 2019) may befound
in 81879 of the 10.2019 revision of the Ninth Edition
of the MPEP published June 2020 at:
www.uspto.gov/web/offices/pac/mpep/old/
mpep_E9R10.htm.]

PCT Article 35
The International Preliminary Examination Report

(1) Theinternationa preliminary examination report shall
be established within the prescribed time limit and in the
prescribed form.

(2) Theinternationa preliminary examination report shall
not contain any statement on the question whether the claimed
invention isor seemsto be patentabl e or unpatentable according
to any national law. It shall state, subject to the provisions of
paragraph (3), in relation to each claim, whether the claim
appearsto satisfy the criteria of novelty, inventive step
(non-obviousness), and industrial applicability, as defined for
the purposes of the international preliminary examination in
Article 33(1) to (4). The statement shall be accompanied by the
citation of the documents believed to support the stated
conclusion with such explanations as the circumstances of the
case may require. The statement shall also be accompanied by
such other observation as the Regulations provide for.

©)

(a) If, at the time of establishing the international
preliminary examination report, the International Preliminary
Examining Authority considersthat any of the situationsreferred
toin Article 34(4)(a) exists, that report shall state this opinion
and the reasons therefor. It shall not contain any statement as
provided in paragraph (2).
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(b) If asituation under Article 34(4)(b) isfound to
exist, the international preliminary examination report shall, in
relation to the claims in question, contain the statement as
provided in subparagraph (a), whereas, in relation to the other
claims, it shall contain the statement as provided in paragraph
2.

PCT Administrative | nstructions Section 604

Guidelinesfor Explanations Contained in the I nternational
Preliminary Examination Report

(a) Explanations under Rule 70.8 shall clearly point out to
which of the three criteria of novelty, inventive step
(non-obviousness) and industrial applicability referred to in
Article 35(2), taken separately, any cited document isapplicable
and shall clearly describe, with referenceto the cited documents,
the reasons supporting the conclusion that any of the said criteria
isor isnot satisfied.

(b) Explanations under Article 35(2) shall be concise and
preferably in the form of short sentences.

The international preliminary examination report
(otherwise known as International Preliminary
Report on Patentability (Chapter Il of the Patent
Cooperation Treaty)) is established on Form
PCT/IPEA/409.

The international preliminary examination report
must be established within:

(A) 28 months from the priority date; or

(B) 6 monthsfrom thetime provided under PCT
Rule 69.1 for the start of international preliminary
examination; or

(C) 6 months from the date of receipt by the
IPEA of the trandation furnished under PCT Rule
55.2, whichever expires last, as provided in PCT
Rule 69.2.

To meet the 28-month date for establishing the
report, Office practice is to complete internal
processing by 27 months from the priority date in
order to provide adequate time for reviewing, fina
processing and mailing. Thus, under normal
circumstances, the applicant receives the report, at
thelatest, 2 months before national processing at the
elected Offices may start. This ensures that he/she
has time to consider whether, and in which elected
Offices, he/she wantsto enter the national stage and
to take the necessary action.

The international preliminary examination report

contains, among other things, a statement (in the
form of simple “yes’ or “no”), in relation to each

Rev. 01.2024, November 2024

MANUAL OF PATENT EXAMINING PROCEDURE

claim which has been examined, on whether the
clam appears to satisfy the criteria of novelty,
inventive step (non-obviousness) and industrial
applicability. The statement is, where appropriate,
accompanied by the citation of relevant documents
together with concise explanations pointing out the
criteriato which the cited documents are applicable
and giving reasonsfor the International Preliminary
Examining Authority’s conclusions. Where
applicable, the report also includes remarks relating
to the question of unity of invention.

The international preliminary examination report
identifies the basis on which it is established, i.e.,
whether, and if so, which amendments have been
taken into account. Replacement sheets containing
amendments under PCT Article 19 and/or PCT
Article 34 which have been taken into account are
attached as “annexes’ to the international
preliminary examination report. Amendments under
PCT Article 19 which have been considered as
reversed by an amendment under PCT Article 34
are not annexed to the report; neither are the letters
which accompany replacement sheets.

Superseded amendments are not normally included.
However, if afirst replacement sheet is acceptable
and a second replacement sheet for the same
numbered sheet contains subject matter that goes
beyond the original disclosure of the application as
filed, the second replacement sheet supersedes the
first replacement sheet, but both thefirst and second
replacement sheets shall be attached to the
international preliminary examination report. Inthis
case, the superseded replacement sheets are to be
marked as provided in PCT Administrative
Instructions Section 602.

Before the preparation of the Chapter Il report, a
top-up search should be conducted by the IPEA to
identify any additional prior art that has been
published or has become avail abl e subsequent to the
date of the establishment of the international search
report. The purpose is to discover any intermediate
prior art not available during theinternational search,
i.e. patent application published on or after thefiling
or, the valid priority date of the international
application, but having an earlier filing or priority
date. Thetop-up search should be differentiated from
additional search. A top-up search is to find prior
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art which recently became available, which is not
the same as additiona search required as aresult of
a claim amendment to present additional features
not previously claimed.

A top-up search should be performed in all Chapter
Il examination, except where the examiner considers
performing a top-up search would serve no useful
purpose. This, however, should be arare occurrence.
For example, thisisthe case when it is decided that
the international application, in its entirety, relates
to subject matter on which the International
Preliminary Examining Authority isnot required to
carry out an international preliminary examination,
or that the international application is so unclear or
the claims are so inadequately supported by the
description that no meaningful opinion can be
formed on the novelty, inventive step, or industrial
applicability, of the claimed invention. The same
applieswhen no international search report has been
established for certain claims and it is thus decided
not to carry out an international preliminary
examination on these claims. Note, however, that
when any of the above situations appliesto only part
of the claimed subject matter or where thereislack
of unity of invention, atop-up search should still be
carried out but restricted to those parts of the
international application that are the subject of
international preliminary examination. Another
situation is when the IPEA considers that the
documents cited in the International Search Report
are sufficient to show thereislack of novelty on the
entire subject matter. A further example where a
top-up search is considered to serve no useful
purpose is when the International Search Report
cited novelty defeating X references and no
amendment to the claims or comments on the
application of art has been filed.

If the claims in the international application lack
unity, the examiner will first issue an invitation to
pay further examination fees and then perform the
top-up search on inventions for which examination
feeshave been paid. Theinvention paid for must not
have been excluded from preliminary examination
dueto lack of international search in Chapter |.

In an application where an Article 34 amendment
has been filed but no basis can be located, and/or
there is no letter explaining the basis, the top-up
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search may be limited to the scope of the claims
forming the basis for the report.

In cases where relevant documents have been
discovered in a top-up search and the examiner
intends to raise a new objection based on the
documents, a second written opinion should be
issued where the new objection was not necessitated
by an amendment.

The international preliminary examination report
may not express a view on the patentability of the
invention. PCT Article 35(2) expressly states that
“the international preliminary examination report
shall not contain any statement on the question
whether the claimed invention is or seems to be
patentable or unpatentabl e according to any national
law.”

Form PCT/IPEA/409 Cover Sheet. The
classification of the subject matter placed on the
cover sheet of thereport shall be either (1) that given
by the International Searching Authority under PCT
Rule 43.3, if the examiner agrees with such
classification, or (2) shall bethat which the examiner
considers to be correct, if the examiner does not
agree with that classification. Both the International
Patent Classification (IPC) and the CPC
classification required by the IPEA/US should be
given. The cover sheet will aso include the date on
which the report was completed and the name and
mailing address of the International Preliminary
Examining Authority. Thisinformation is generated
automatically by the Official Correspondence (OC)
software when preparing the report. In addition, the
examiner must indicate the date on which the
demand for international preliminary examination
was submitted. The date of receipt of the demand is
usually stamped on the first sheet of the demand
(form PCT/IPEA/401).

I. BOX NO. |.BASISOF REPORT

When completing Box No. I, item 1 of Form
PCT/IPEA/409, the examiner must indicate whether
or not the report has been established on the basis
of the international application in the language in
which it wasfiled. If atrandation was furnished for
the purpose of the international search, publication
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or international preliminary examination, this must
be indicated. The international preliminary
examination report will be established on the basis
of any amendments, rectifications, priority and/or
unity of invention holdings and shall answer the
guestions concerning novelty, inventive step, and
industrial applicability for each of the claims under
examination.

For the purpose of completing Box No. I, item 2,
sheets of the description and drawings filed during
Chapter | proceedingsand stamped “SUBSTITUTE
SHEET (RULE 26)”,“RECTIFIED SHEET (RULE
91)”, and “INCORPORATED BY REFERENCE
(RULE 20.6)" are considered to be originally
filed/furnished pages and should be listed as
originaly filed/furnished pages. Only those
amendments or rectifications to the description and
drawings filed on the date of demand or after the
filing of a demand should be listed as later filed
pages “received by this Authority on

n

Claims filed during the Chapter | proceedings and
stamped “SUBSTITUTE SHEET (RULE 26)",
“RECTIFIED SHEET (RULE 91)", and
“INCORPORATED BY REFERENCE (RULE
20.6)" are also considered to be originaly
filed/furnished and should be listed as originaly
filed/furnished claim numbers. However, amended
claims filed under Article 19 in response to the
international search report are to be indicated as
clam numbers as amended (together with any
statement) under Article 19. The International
Bureau (IB) marks, in the upper right-hand corner
of each replacement sheet submitted under PCT
Article 19, theinternational application number, the
date on which that sheet was received under PCT
Article 19 and, in the middle of the bottom margin,
the words “AMENDED SHEET (ARTICLE 19).”
See Administrative Instructions Section 417.
Applicant’s submission of a timely amendment to
the claimsalleged to be under Article 19 is accepted
under Article 34 (not Article 19) unless the
International Bureau has indicated the amendments
were accepted under Article 19. Only those claims
filed on the date of demand or after the filing of a
demand should belisted as claim numbers* received
by this Authority on
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Further, if the report has been based on anucleotide
and/or amino acid sequence disclosed and necessary
to the claimed invention, the examiner must indicate
the purpose for which the sequence listing wasfiled
(i.e., whether as part of theinternational application
or solely for purposes of international search), the
time of filing/furnishing the sequence listing (i.e.,
whether filed on the international filing date or
subsequently), and the format of the sequencelisting
(i.e., whether filed on paper or in the form of an
image file (PDF) and/or in electronic form (Annex
C/ST.25text file)). If morethan one version or copy
of the sequence listing is filed, the examiner must
indicatein item 2 whether the applicant has provided
therequired statement indicating that theinformation
in the subsequent or additional copies are identical
to that in the application as filed or does not go
beyond the application as filed Item 3 is available
for providing additional comments.

The examiner must also indicate, in Box No. |, item
3, if any of the amendments filed resulted in the
cancellation of any pages of the description, any of
the claims, any sheetsand/or figures of thedrawings,
any of the sequence listing.

If the examiner considers any of the amendmentsto
go beyond the original disclosure, or they were not
accompanied by aletter indicating the basis for the
amendment in the application asfiled, the examiner
must point thisout in Box No. I, item 4 and explain
the reasons for this determination in the
Supplemental Box. New matter which appearson a
replacement sheet will be disregarded for the purpose
of establishing the report. However, the remainder
of the replacement sheet, including any amendments
which do not constitute new matter, will be taken
into consideration for the purpose of establishing
the report.

Box No. I, item 5 needs to be marked if the report
is established taking into account the rectification
of an obvious mistake under PCT Rule 91.

Box No. I, item 6 needs to be marked whether or not
top-up searches have been carried out by the
International Preliminary Examining Authority. If
the search was carried out, the date of the top-up
search and whether additional relevant document
discovered need to be indicated. If any document
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discovered in the top-up search is used to support
any negative statement with respect to any of the
claimed subject matter, it should be cited in Box No.
V of the report. Documents that refer to an ora
disclosure, use, exhibition or other means occurred
prior to the international filing date and documents
that refer to earlier patent document, but published
on or after the internationa filing date, should be
cited in Box VI of the report.

Further, Box No. |, item 7 needs to be marked if the
report is established taking into account the
supplementary international search report(s) from
the specified Supplementary International Searching
Authority(ies) (SISA).

1. BOX NO.II.PRIORITY

Box No. Il of Form PCT/IPEA/4Q9 is to inform
applicant of the establishment of the report asif the
priority claim made in the international application
had not been made. This may occur where:

(A) the IPEA requested, but was not furnished,
acopy of the earlier application whose priority is
claimed (PCT Rule 66.7(a)), or

(B) applicant failed to timely comply with an
invitation to furnish atrandation of the earlier
application (PCT Rule 66.7(b)), or

(C) thepriority claim isfound invalid or al
claims are directed to inventions which were not
described and enabled by the earlier application
(PCT Rule 64.1), or

(D) the priority claim has been withdrawn.

[11. BOX NO. IIl. NON-ESTABLISHMENT OF
OPINION WITH REGARD TO NOVELTY,
INVENTIVE STEP OR INDUSTRIAL
APPLICABILITY

Indicationsthat areport has not been established on
the questions of novelty, inventive step or industrial
applicability, either as to some claims or as to all
claims, are given in Box No. |11 on the Report. The
examiner must specify that the report has not been
established because:

(A) the application relates to subject matter
which does not require international preliminary
examination;
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(B) thedescription, claims or drawings are so
unclear that no meaningful opinion could beformed;

(C) theclaimsare so inadequately supported by
the description that no meaningful opinion could be
formed;

(D) no international search report has been
established for the claims.

Where the report has not been established inrelation
to certain claims only, the claims affected must be
specified.

If ameaningful opinion could not be formed without
the nucleotide and/or amino acid sequence listing
because it does not comply with WIPO Standard
ST.26 and/or the applicant did not pay the late
furnishing fee, if required, the examiner must
indicate the reason for non-compliance.

IV. BOXNO.IV.LACK OFUNITY OF INVENTION

If the applicant has paid additional fees or has
restricted the claims in response to an invitation to
do so or if the applicant has failed to respond to the
invitation to pay additional feesor restrict the claims,
the international preliminary examination report
shall so indicate. The examiner should indicate
whether:

(A) the claims have been restricted,;

(B) additional fees have been paid without
protest;

(C) additional fees have been paid by the
applicant under protest;

(D) theapplicant has neither restricted the claims
nor paid additional fees,

(E) the examiner was of the opinion that the
international application did not comply with the
requirement of unity of invention but decided not to
issue an invitation to restrict the claims or pay
additional fees.

In addition, if the examiner is examining less than
al the claims, the examiner must indicate which
partsof theinternational applicationwere, and which
parts were not, the subject of international
preliminary examination.
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In the case where additional fees were paid under
protest, the text of the protest, together with the
decision thereon, must be annexed to the report by
International Application Processing Division |PEA
personnel if the applicant has so requested.

Where an indication has been given under item (E)
above, the examiner must also specify the reasons
for which the international application was not
considered as complying with the requirement of
unity of invention.

V. BOX NO.V. REASONED STATEMENT UNDER
ARTICLE 35(2) WITH REGARD TO NOVELTY,
INVENTIVE STEP, AND INDUSTRIAL
APPLICABILITY; AND CITATIONSAND
EXPLANATIONS SUPPORTING SUCH
STATEMENT

The examiner must indicate whether each claim
appears to satisfy the criteria of novelty, inventive
step (nonobviousness), and industrial applicability.
The determination or statement should be made on
each of the three criteria taken separately. The
determination as to any criteria should be negative
if the criteria as to the particular claim is not
satisfied. The examiner should aways cite
documents believed to support any nhegative
determination asto novelty and inventive step. Any
negative holding asto lack of industria applicability
must be fully explained. See the further discussion
in MPEP § 1845.01 relating to Box No. V of Form
PCT/ISA/237. The citation of documents should be
in accordance with Administrative Instructions
Sections 503 and 611. The procedureisthe same as
the procedure for search report citations.
Explanations should clearly indicate, with reference
to the cited documents, the reasons supporting the
conclusions that any of the said criteriais or is not
satisfied, unless the statement is positive and the
reason for citing any document is easy to understand
when consulting the document. If only certain
passages of the cited documents are relevant, the
examiner should identify them, for example, by
indicating the page, column, or thelineswhere such
passages appear. Preferably, a reasoned statement
should be provided in al instances.
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VI. BOX NO.VI. CERTAIN DOCUMENTSCITED

If the examiner has discovered, or the international
search report has cited, arelevant document which
refersto anon-written disclosure, and the document
was only published on or after the relevant date of
the international application, the examiner must
indicate on theinternational preliminary examination
report:

(A) the date on which the document was made
available to the public;

(B) the date on which the non-written public
disclosure occurred.

The examiner should also identify any published
application or patent which would constitute prior
art for purposes of PCT Article 33(2) and (3) had it
been published prior to the relevant date (PCT Rule
64.1) but wasfiled prior to, or claimsthe priority of
an earlier application which had been filed prior to,
the relevant date (PCT_Rule 64.3). For each such
published application or patent the following
indications should be provided:

(A) itsdate of publication;

(B) itsfiling date, and its claimed priority date
(if any).

The Report may also indicate that, in the opinion of
the International Preliminary Examining Authority,
the priority date of the document cited has not been
validly claimed ( PCT Rule 70.10).

Guidelines explaining to the examiner the manner
of indicating certain special categories of documents
as well as the manner of indicating the claims to
which the documents cited in such report are relevant
are set forth in Administrative I nstructions Sections

507(c), (d), and (€) and 508.

VIlI. BOX NO.VII. CERTAIN DEFECTSIN THE
INTERNATIONAL APPLICATION

If, in the opinion of the examiner, defects existing
in the form or contents of the international
application have not been suitably solved at the
prescribed time limit for establishing the
international preliminary examination report, the
examiner may includethisopinioninthereport, and
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if included, must also indicate the reasons therefor.
See the further discussion in MPEP § 1845.01
relating to Box No. VII of Form PCT/ISA/237.

VIII. BOX NO.VIII. CERTAIN OBSERVATIONS
ON THE INTERNATIONAL APPLICATION

If, in the opinion of the examiner, the clarity of
claims, the description, and the drawings, or the
question asto whether the claims arefully supported
by the description have not been suitably solved at
the prescribed time limit for establishing the
international preliminary examination report, the
examiner may includethisopinioninthereport, and
if included, must also indicate the reasons therefor.
See the further discussion in MPEP § 1845.01
relating to Box No. VIII of Form PCT/ISA/237.

IX. FINALIZATION OF THE INTERNATIONAL
PRELIMINARY EXAMINATION REPORT

The name of the authorized officer responsible for
the report must be indicated. Pursuant to
Administrative Instructions Section 612, an
“authorized officer” is the person who actualy
performed the examination work and prepared the
international preliminary examination report or
another person who was responsiblefor supervising
the examination. Thus, an examiner need not have
signatory authority in order to be named as an
authorized officer on the examination report.
However, the “file copy” of the international
preliminary examination report must be signed by
aprimary examiner.

The total number of sheets of the international
preliminary examination report, including the cover
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sheet, must be indicated on the cover sheet. In
addition, the annexes, if any, must accompany the
international preliminary examination report.

For annexes to be sent to the applicant and to the
International Bureau, an indication must be made
regarding the total sheets of the following: sheets of
the description, claims and/or drawings which have
been amended and/or sheets containing rectifications
authorized by the IPEA, unless those sheets were
superseded or cancelled, and any accompanying
letters (see PCT Rules 46.5, 66.8, 70.16, 91.2, and
PCT Administrative | nstructions Section 607); sheets
containing rectifications, where the decision was
made by the IPEA not to take them into account
because they were not authorized by or notified to
the IPEA at the time when the IPEA began to draw
up the report, and any accompanying letters (PCT
Rules 66.4 bis , 70.2(e), 70.16 and 91.2); and
superseded sheets and any accompanying letters,
where the IPEA either considered that the
superseding sheets contained an amendment that
goes beyond the disclosure in the international
application asfiled, or the superseding sheets were
not accompanied by a letter indicating the basis for
the amendments in the application as filed, as
indicated in item 4 of Box No. | and the
Supplemental Box (see PCT Rule 70.16(b)).

For annexes to be sent to the International Bureau
only, an indication must be made regarding the total
of the type and number of electronic carrier(s)
containing a sequence listing, in electronic form
only, asindicated in the Supplemental Box Relating
to Sequence Listing (see paragraph 3 bis of Annex
C of the PCT Administrative Instructions).
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PATENT COOPERATION TREATY

From the
INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

To:

PCT

NOTIFICATION OF TRANSMITTAL OF
INTERNATIONAL PRELIMINARY
REPORT ON PATENTABILITY
(Chapter 1T of the Patent Cooperation Treaty)

JOHN J. SMITH
220 RICHMOND HIGHWAY
ARLINGTON, VA 22202

(PCT Rule 71.1)

Date of mailing
(daylmonthisear) 4 9 December 2022 {12.12.2022)

Applicant’s or agent’s file reference

CMC-123-PCT IMPORTANT NOTIFICATION

International application No.

PCTAUS2022/080008

International filing date (dxy/month/year)
10 March 2022 (10.03.2022)

Priority date (day/month/year)

10 March 2021 (10.03.2021)

Applicant

ACME FASTENER CORPORATION

The applicant is hereby notified that this International Preliminary Examining Authority transmits herewith the international
preliminary report on patentability and its annexes, if any, established on the international application.

A copy of the report and its annexes, if any, is being transmitted to the International Bureau for communication to all the elected
Offices.

Where required by any of the elected Offices, the International Bureau will prepare an English translation of the report (butnot of
any ammexes) and will transmit such translation to those Offices.

REMINDER

The applicant must enter the national phase before each elected Office by performing certain acts {filing translations and paying
national fees) within 30 months from the priority date (or later in some Offices) (Article 39(1)) (see also the reminder sent by the
International Bureau with Form PCT/IB/301).

Where atranslation of the international application must be furnished to an elected Office, that translation must contain a translation
of any annexes to the international preliminary report on patentability. Itis the applicant’s responsibility to prepare and furnish
such translation directly to each elected Office concerned.

For further details onthe applicable time limits andrequirements of the elected Offices, see Volume Il of the PCT Applicant’s Guide.

The applicant’s attention is drawn to Article 33(5), which provides that the criteria of novelty, inventive step and industrial
applicability described in Article 33(2) to (4) merely serve the purposes of international preliminary examination and that “any
Contracting State may apply additional or different eriteria for the purposes of deciding whether, in that State, the claimedinvention
is patentable or not™ (see also Article 27(5)). Such additional criteria may relate, for example, to exemptions from patentability,
requirements for enabling disclosure, clarity and support for the claims.

Name and mailing address of the IPEA/US
Mail Stop PCT, Attn: IPEA/US
Commussioner for Patents

P.O. Box 1450 Alexandria, VA 22313-1450
Facsimile No. (571)273-8300

Authorized officer

Patent Examiner

Telephone No. (571) 272-4300

Form PCT/IPEA/416 (January 2004)

Rev. 01.2024, November 2024
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PCT

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY
(Chapter II of the Patent Cooperation Treaty)

(PCT Article 36 and Rule 70)

Applicant’s or agent’s file reference FOR FURTHER ACTION
CMC-123-PCT See Form PCT/IPEA/416
International application No. International filing date (day/month/vear) Prionty date (day/month/year)
PCT/US2022/080008 10 March 2022 (10.03.2022) 10 March 2021 (10.03.2021)

International Patent Classification (IPC) or national classification and IPC

IPC: B25C 5/06, 5/16 (2022.01)
CPC: B25C 5/08, 5/16

Applicant
ACME FASTENER CORPORATION

1. This reportis the international preliminary examination report, established by this Intemational Preliminary Examining Authority
under Article 35 and transmitted to the applicant according to Article 36.

2. This REPORT consists of a total of 6 sheets, including this cover sheet.

3. Thus reportis also accompanied by ANNEXES, com prising:
a. m atotal of 5 sheets, as follows:

sheets of the deseription, claims and/or drawings which have been amended and/or sheets containing rectifications
authorized by this Authority, unless those sheets were superseded or cancelled, and any accompanying letters (see
Rules 46.5, 66.8, 70.16, 91.2, and Section 607 of the Administrative Instructions).

I:I sheets containing rectifications, where the decision was made by this Authority not to take them into account because
they were not authorized by or notified to this Authority at the time when this Authority began to draw up this report,
and any accomparying letters (Rules 66.4bis, 70.2(e), 70.16 and 91.2).

I:l superseded sheets and any accompanying letters, where this Authority either considers that the superseding sheets contain
an amendment that goes beyond the disclosure in the intemational application as filed, or the superseding sheets were
not accompanied by a letter indicating the basis for the amendments in the application as filed, as indicated in item 4 of
Box No. I and the Supplemental Box (see Rule 70.16(b)).

b. I:I a separate electronic file containing a sequence listing (sent fo the International Bureau only).

4. This report contains indications relating to the following items:
m Box No. I Basis of the report
I:I Box No. IT Prionty
I:I Box No. Il Non-establishment of opinion with regard to novelty, inventive step and industrial applicability
Box No. IV  Lack of unity of invention

Box No. V Reasoned statement under Article 35(2) with regard to novelty, inventive step and industrial applicability,
citations and explanations supporting such statement

I:I Box No. VI Certain documents cited
Box No. VII  Certain defects in the international application
I:I Box No. VIII Certain observations on the international application

Date of submission of the demand Date of completion of this report
09 September 2022 (09.09.2022) 10 December 2022 (10.12.2022)
Name and mailing address of the IPEA/US Authorized officer
Mail Stop PCT, Attn: IPEA/US
Ci issi .
Gommissioner for Patents Patent Examiner
Alexandria, VA 22313-1450
Facsimile No. (571) 273-8300 Telephone No. (571) 272-4300

Form PCT/IPEA/409 (cover sheet) (Fuly 2022)
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International application No.
INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY

PCT/US2022/080008
Box No. I Basis of the report
1. With regard to the language, this report is based on:
E the international application in the language in which it was filed.
I:l a translation of the international application into which is the language of a

translation furnished for the purposes of:

D international search (Rules 12.3(a) and 23.1(b)).

I:l publication of the international application (Rule 12.4(a}).

I:I international preliminary examination (Rules 55.2(a) and/or 55.3(a) and (b)).

2. Withregard to the elements of'the international applicatiorn, this reportis based on (replacement sheets which have been furnished
to the receiving Office in response to an invitation under Article 14 are referred to in this report as “originally filed” and are not
anmexed to this report).

EI the international application as originally filed/furnished, or

E the description: pages 1-10 ag originally filed/furnished.
pages* received by this Authority on
pages* received by this Authority on
& the claims: Nos. ag oniginally filed/furmished.
Nos.* as amended (together with any statement) under Article 19
Nos.* 1-3 and 5-20 received by this Authority on 09 September 2022 (09.09.2022
E the drawings: pages 12-212 as originally filed/furnished.
pages* received by this Authority on
pages* received by this Authority on

I:I a sequence listing - see Supplemental Box Relating to Sequence Listing.
3. E The amendments have resulted in the cancellation of:
the description, pages
the claims, Nos. 4
I:I the drawings, sheets/figs
I:I the sequence listing (specify):
4. I:I This report has been established as if (some of) the amendments annexed to this report and listed below had not been
made, since either they are considered to go beyond the disclosure as filed, or they were not accompanied by a letter
indicating the basis for the amendments in the application as filed, as indicated in the Supplemental Box (Rules 70.2(c)
and (c-bis)):
the description, pages
|:| the claims, Nos.
D the drawings, sheets/figs
I:I the sequence listing (specify):
5. D This report has been established:

taking into account the rectification of an obvious mistake authorized by or notified to this Authonty under Rule 91
(Rules 66.1{d-bis) and 70.2(e)).

without taking irnto accountthe rectification of an obvious mistake authorized by or notified to this Authority under
Rule 91(Rules 66.45is and 70.2(e)).

6. With regard to top-up searches (Rules 66.1zer and 70.2(f)):
A top-up search was carried out by this Authority on

10 December 2022 (10.12.2022)

Additional relevant documents have been discovered during the top-up search.

D No top-up search was carried out by this Authority because it would serve no useful purpose.

7. I:I Supplementary international search report(s) from Authority(ies)
has/have been received and taken into account in establishing this report (Rule 455is.8(b) and (c)).

* [fitem 4 applies, some or all of those sheets may be marked “superseded.”

Form PCT/IPEA/409 (Box No. I) (July 2022)
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International application No.
INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY

PCT/US2022/080008

Box No. [V Lack of unity of invention

1. In response to the mvitation to restrict or pay additional fees the applicant has, within the applicable time limit:
D restricted the claims.
m paid additional fees.
D paid additional fees under protest and, where applicable, the protest fee.
D paid additional fees under protest but the applicable protest fee was not paid.
D neither restricted the claims nor paid additional fees.

2. D This Authority found that the requirement of unity of invention is not complied with and chose, according to Rule 68.1, not
to invite the applicant to restrict or pay additional fees.

3. This Authority considers that the requirement of unity of invention in accordance with Rules 13.1, 13.2 and 13.3 is:
D complied with.
not complied with for the following reasons:

This application contains the following inventions or groups of inventions which are not so linked as
to form a single general inventive concept under PCT Rule 13.1. In order for all inventions to be
examined the appropriate additional examination fees must be paid.

Group I, claim(s) 1-3, 5 and 16-20, drawn to an electromagnetic fastener driver with means to hold
the fastener magazine in a predetermined position.

Group I1, claim(s) 6-10, drawn to an electromagnetic fastener driver with a control means to
provide for multiple driving strokes to be delivered to a single fastener with a single actuation of the
tool.

Group ITI, claim(s) 11 -15, drawn to an electromagnetic fastener driver with fastener anti-jam
means.

The inventions listed as Groups I - I1I do not relate to a single general inventive concept under PCT
Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special technical
features for the following reasons: The special technical feature of the Group I invention is the
claimed means to hold the fastener magazine in a predetermined position. The special technical
feature of the Group IT invention is the control means to provide for multiple driving strokes to be
delivered to the same fastener with a single actuation of the tool. The special technical feature of
the Group III invention is the fastener anti-jam means. None of these special technical features are
common to the other groups, nor do they correspond to a special technical feature in the other
groups. Therefore, unity of invention is lacking.

4. Consequently, this report has been established in respect of the following parts of the international application:

x all parts.

D the parts relating to claims Nos.

Form PCT/IPEA/409 (Box No. IV) (July 2022)
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International application No.
INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY

PCT/US2022/080008

Box No. V Reasoned statement under Article 35(2) with regard to novelty, inventive step and industrial applicability;
citations and explanations supporting such statement

1. Statement

Novelty (N) Claims 1-3 and 5-20 VES
Claims NONE NO

Inventive step (IS) Claims 1-3, 5 and 16-20 YES
Claims 6-15 NO

Industrial applicability (14) ~ Claims ~1-3and5-20 VES
Claims NONE NO

2. Citations and explanations (Rule 70.7)

Claims 6 - 10 lack an inventive step under PCT Article 33(3) as being obvious over Novak et al. in
view of Barrett et al. Novak et al. teaches the claimed electromagnetic fastener tool 10 with a housing
12 having a fastener magazine assembly 18 mounted thereon with the magazine assembly having a
fastener output channel. The magazine assembly 18 is pivoted between a first position wherein the
tool can not be actuated and a second position wherein a fastener may be driven from the tool (note
figure 3 and column 1, line 65 through column 2, line 5). The magazine assembly 18 is moved from
the first position to the second position by placing the fastener output channel firmly against a work
piece. As shown in figure 3 and described at column 4, lines 6 - 49, the magazine assembly 18 and

the trigger button 24 are coupled by a safety mechanism 62. This safety mechanism has a sliding rod
64 with the lower end of the rod 64 being attached to the top of channel 48 of the magazine assembly
such that rod 64 moves with the magazine assembly. When the magazine assembly 18 is placed on a
work piece, it rotates into the second position and pushes rod 64 upward. The upper portion of rod 64
has a spring 74 which includes a cam surface 76, a curved surface 78 and a bottom edge 81 . Bottom
edge 81 of spring 74 is normally positioned adjacent flange 86 of trigger button 24 and blocks upward
movement of the trigger button. Thus, the trigger button may not be depressed (moved upwards) to
actuate the tool until the bottom edge of spring 74 is moved away from flange 86. This is
accomplished by the interaction of curved surface 78 of spring 74 with a corresponding curved

surface 82 fixed to the housing 12. When rod 64 moves upward, spring 74 is bent away from trigger
button 24 by the interaction of curved surfaces 78 and 82. Thus, placing the fastener output channel

of the magazine assembly 18 against the work piece moves bottom edge 81 of spring 74 out of its
blocking position adjacent flange 86 of trigger button 24 and permits the tool to be actuated. Novak et
al. does not teach the claimed electronic control means to provide multiple blows from the driver to a
single fastener. Barrett et al. discloses a control means which provides for multiple blows by the driver
32 on the fastener for each actuation of the trigger. Barrett et al. teaches at column 1, lines 40 - 49

that it is advantageous to operate solenoid actuated fastener drivers in this manner because such

tools may require two or more blows from the driver to properly drive the fastener an adequate depth
into the work piece. In view of this teaching, it would have been obvious to one of ordinary skill in this
art to provide the Novak et al. tool with the claimed control means to provide a predetermined plurality
of driving strokes to a single fastener.

---See Supplemental Box---

Form PCT/IPEA/409 (Box No. V) (July 2022)
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International application No.
INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY

PCT/US2022/080008

Box No. VII  Certain defects in the international application

The following defects in the form or contents of the international application have been noted:

The description is objected to as containing the following defect(s) under PCT Rule 66.2(a)(iii) in
the form or contents thereof: Tt is noted that the word 'staples’ at line 15 of page 9 is misspelled
as "stpales'.

Form PCT/IPEA/409 (Box No. VID) (July 2022)
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International application No.
INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY

PCT/US2022/080008

Supplemental Box

In case the space in any of the preceding boxes is not sufficient.
Continuation of:

Box No. V. 2. Citations and Explanations:

Claims 11-15 lack an inventive step under PCT Article 33(3) as being obvious over Novak et al.
in view of D'Haem et al. Novak et al. does not teach the provision of an anti-jam means to clear
jammed fasteners from the fastener output channel. The claims call for the fastener output
channel to be formed with a removable cover plate to permit clearing the tool in the event of a
fastener jam. D'Haem et al. teaches the use of a removable cover plate to allow clearing the tool
as claimed (see column 4, line 76 - column 5, line 23). In view of this teaching, it would have
been obvious to one of ordinary skill in this art to provide the claimed anti-jam feature in the
Novak et al. tool.

Claims 1-3, 5 and 16-20 meet the criteria set out in PCT Article 33(2) and (3) because the prior
art does not teach or fairly suggest the claimed means to hold the fastener magazine in the
second position as claimed

Claims 1-3 and 5-20 meet the criteria set out in PCT Article 33(4), and thus have industrial
applicability because the subject matter claimed can be made or used in industry.

Form PCT/IPEA/409 (Supplemental Box) (July 2022)
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1879.01 TimeLimit for Preparing Report
[R-10.2019]

PCT Rule 69

Start of and Time Limit for International Preliminary
Examination

69.1 Start of International Preliminary Examination

(a) Subject to paragraphs (b) to (€), the International
Preliminary Examining Authority shall start the international
preliminary examination when it isin possession of al of the
following:

(i) the demand;

(ii) the amount due (in full) for the handling fee and
the preliminary examination fee, including where applicable,
the late payment fee under Rule 58 bhis.2; and

(iii) either the international search report or the
declaration by the International Searching Authority under
Article 17(2)(a) that no international search report will be
established, and the written opinion established under Rule
43 bis.1;

unless the applicant expressly requests to postpone the start of
the international preliminary examination until the expiration
of the applicable time limit under Rule 54 bis.1(a).

(b) If thenational Office or intergovernmental organization
that acts as International Searching Authority also acts as
International Preliminary Examining Authority, theinternational
preliminary examination may, if that national Office or
intergovernmental organization so wishes and subject to
paragraphs (d) and (e), start at the sametime astheinternational
search.

(b-bis) Where, in accordance with paragraph (b), the
national Office or intergovernmental organization that acts as
both International Searching Authority and | nternational
Preliminary Examining Authority wishesto start theinternational
preliminary examination at the same time as the international
search and considersthat &l of the conditions referred to in
Article 34(2)(c)(i) to (iii) are fulfilled, that national Office or
intergovernmental organization need not, in its capacity as
International Searching Authority, establish awritten opinion
under Rule 43 bis.1.

(c) Where the statement concerning amendments contains
an indication that amendments under Article 19 are to be taken
into account ( Rule 53.9(a)(i)), the International Preliminary
Examining Authority shall not start theinternational preliminary
examination before it has received a copy of the amendments
concerned.

(d) Where the statement concerning amendments contains
an indication that the start of the international preliminary
examination isto be postponed ( Rule 53.9(b)), the International
Preliminary Examining Authority shall not start theinternational
preliminary examination before whichever of the following
occursfirst:

(i) it hasreceived a copy of any amendments made
under Article 19;

1800-161
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(i) it has received a notice from the applicant that he
does not wish to make amendments under Article 19; or

(iii) the expiration of the applicable time limit under
Rule 46.1.

() Where the statement concerning amendments contains
an indication that amendments under Article 34 are submitted
with the demand ( Rule 53.9(c)) but no such amendments are,
in fact, submitted, the International Preliminary Examining
Authority shall not start the international preliminary
examination before it has received the amendments or before
the time limit fixed in the invitation referred to in Rule 60.1(qg)
has expired, whichever occursfirst.

69.2 Time Limit for International Preliminary Examination

The time limit for establishing the international preliminary
examination report shall be whichever of the following periods
expires last:

(i) 28 months from the priority date; or

(ii) six monthsfrom the time provided under Rule 69.1 for
the start of the international preliminary examination; or

(i) six monthsfrom the date of receipt by the International
Preliminary Examining Authority of the trandlation furnished
under Rule 55.2.

The time limit for preparing the international
preliminary examination report is 28 months from
the priority date, or 6 monthsfrom thetime provided
under PCT Rule69.1 for the start of theinternational
preliminary examination, or 6 months from the date
of receipt by the International Preliminary
Examining Authority of the tranglation furnished
under PCT Rule 55.2, whichever expiresfirst. This
timelimitis27 monthsinternally to ensure sufficient
time to process, review and mail the report in
sufficient time to reach the International Bureau by
28 months from the earliest priority date.

1879.02 Transmittal of the International
Preliminary Examination Report and Related
Documents[R-07.2022]

PCT Article 36

Transmittal, Translation, and Communication of the
International Preliminary Examination Report

(1) Theinternational preliminary examination report,
together with the prescribed annexes, shall be transmitted to the
applicant and to the International Bureau.

*kkkk
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PCT Rule 71
Transmittal of the I nternational Preliminary Examination
Report
71.1 Recipients

(a) TheInternational Preliminary Examining Authority
shall, on the same day, transmit one copy of the international
preliminary examination report and its annexes, if any, to the
International Bureau, and one copy to the applicant.

(b) The International Preliminary Examining Authority
shall transmit copies of other documents from the file of the
international preliminary examination to the I nternational Bureau
in accordance with the Administrative Instructions.

71.2 Copies of Cited Documents

() Therequest under Article 36(4) may be presented any
time during seven years from the international filing date of the
international application to which the report relates.

(b) The International Preliminary Examining Authority
may require that the party (applicant or elected Office)
presenting the request pay to it the cost of preparing and mailing
the copies. The level of the cost of preparing copies shall be
provided for in the agreements referred to in Article 32(2)
between the International Preliminary Examining Authorities
and the International Bureau.

(©) [Deleted]

(d) Any International Preliminary Examining Authority
may perform the obligations referred to in paragraphs (a) and
(b) through another agency responsible to it.

The international preliminary examination report
and its annexes, if any, are transmitted to the
applicant and the International Bureau using a
Notification of Transmitta of International
Preliminary Report on Patentability (Form
PCT/IPEA/416). Every effort is made to ensure that
the transmittal is effected in sufficient timeto reach
the International Bureau before the expiration of the
time limit set in PCT Rule 69.2.

AUTHORIZED OFFICER

The name of the authorized officer responsible for
theinternational preliminary report must beindicated
on the Form PCT/IPEA/416.

1879.03 Translations [R-07.2015]

PCT Article 36

Transmittal, Translation, and Communication of the
International Preliminary Examination Report

*kkk*k

@)

(@) Theinternational preliminary examination report
and itsannexes shall be trandated into the prescribed languages.

Rev. 01.2024, November 2024

MANUAL OF PATENT EXAMINING PROCEDURE

(b) Any trandation of the said report shall be prepared
by or under the responsibility of the International Bureau,
whereas any trandlation of the said annexes shall be prepared
by the applicant.

*kkkk

PCT Rule 70

International Preliminary Report on Patentability by the
I nternational Preliminary Examining Authority (International
Preliminary Examination Report)

*kkkk

70.17 Languages of the Report and the Annexes

The report and any annex shall be in the language in which the
international application to which they relate is published, or,
if the international preliminary examination is carried out,
pursuant to Rule 55.2, on the basis of a trandation of the
international application, in the language of that trandation.

PCT Rule 72

Trandation of the I nternational Preliminary Examination
Report and of theWritten Opinion of the I nternational
Searching Authority

72.1 Languages

(@) Any elected State may require that the international
preliminary examination report, established in any language
other than the official language, or one of the official languages,
of its national Office, be trandated into English.

(b) Any such requirement shall be notified to the
International Bureau, which shall promptly publishitin the
Gazette.

72.2 Copy of Trandation for the Applicant

The International Bureau shall transmit acopy of thetrandation
referred to in Rule 72.1(a) of the international preliminary
examination report to the applicant at the same time as it
communicates such translation to the interested elected Office
or Offices.

72.2 bis Trandation of theWritten Opinion of the
International Searching Authority Established under Rule
43 bis.1

In the case referred to in Rule 73.2(b)(ii), the written opinion
established by the International Searching Authority under Rule
43 bis.1 shall, upon request of the el ected Office concerned, be
translated into English by or under the responsibility of the
International Bureau. The International Bureau shall transmit a
copy of the trandation to the elected Office concerned within
two monthsfrom the date of receipt of the request for trandation,
and shall at the same time transmit a copy to the applicant.

72.3 Observationson the Trandation

The applicant may make written observations as to the
correctness of the trangation of the international preliminary
examination report or of the written opinion established by the
International Searching Authority under Rule 43 bis.1 and shall
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send acopy of the observationsto each of theinterested elected
Offices and to the International Bureau.

The written opinion established by the International
Searching Authority and the international
preliminary examination report and any annexesare
established in Arabic, Chinese, English, French,
German, Japanese, Korean, Portuguese, Russian or
Spanish, if theinternational application wasfiledin
one of those languages or trandl ated into one of those
languages. See PCT Rules 48.3(b), 55.2 and 70.17.
Each elected State may require that the written
opinion and/or the report, if it is not in (one of) the
official language(s) of its nationa Office, be
trandated into English. See PCT Rule 72.1(a). In
that case, the trandlation of the body of the written
opinion and/or report isprepared by the International
Bureau, which transmits copies to the applicant and
to each interested elected Office. If any elected
Officerequiresatrand ation of annexesto the report,
the preparation and furnishing of that translation is
the responsibility of the applicant. See PCT Article
36(2)(b).

The U.S. requires the final report and the annexes
thereto to be in English. Trangdlation of the annexes
for nationa stage purposes is required pursuant to
35 U.S.C. 371(c)(5) and 37 CFR 1.495(¢). Failure
to timely provide such trandation results in
cancellation of the annexes.

1879.04 Confidential Nature of the Report
[R-07.2015]

PCT Article 38

Confidential Nature of the I nternational Preliminary
Examination

(1) Neither the International Bureau nor the International
Preliminary Examining Authority shall, unless requested or
authorized by the applicant, allow access within the meaning,
and with the proviso, of Article 30(4) to thefile of the
international preliminary examination by any person or authority
at any time, except by the elected Offices once the international
preliminary examination report has been established.

(2) Subject to the provisions of paragraph (1) and Articles
36(1) and (3) and 37(3)(b), neither the International Bureau nor
the International Preliminary Examining Authority shall, unless
reguested or authorized by the applicant, give information on
the issuance or non-issuance of an international preliminary
examination report and on the withdrawal or non-withdrawal
of the demand or of any election.

37 CFR 1.11 Files open to the public.
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(@) The specification, drawings, and all papers relating to
thefile of: A published application; a patent; or a statutory
invention registration are open to inspection by the public, and
copies may be obtained upon the payment of the fee set forth
in 8 1.19(b)(2). If an application was published in redacted form
pursuant to § 1.217, the complete file wrapper and contents of
the patent application will not be availableif: The requirements
of paragraphs (d)(1), (d)(2), and (d)(3) of § 1.217 have been
met in the application; and the application is still pending. See
§ 2.27 of thistitle for trademark files.

*kkkk

37 CFR 1.14 Patent applications preserved in confidence.

*kkkk

(g) International applications.

(1) Copiesof international application files for
international applications which designate the U.S. and which
have been published in accordance with PCT Article 21(2), or
copiesof adocument in such application files, will be furnished
in accordance with PCT Articles 30 and 38 and PCT Rules 94.2
and 94.3, upon written request including a showing that the
publication of the application has occurred and that the U.S.
was designated, and upon payment of the appropriate fee (see
§ 1.19(b)), if:

(i) With respect to the Home Copy (the copy of
the international application kept by the Office in its capacity
asthe Receiving Office, see PCT Article 12(1)), theinternational
application was filed with the U.S. Receiving Office;

(ii) With respect to the Search Copy (the copy of
aninternational application kept by the Office in its capacity as
the International Searching Authority, see PCT Article 12(1)),
the U.S. acted as the International Searching Authority, except
for the written opinion of the International Searching Authority
which shall not be available until the expiration of thirty months
from the priority date; or

(iii) With respect to the Examination Copy (the
copy of an international application kept by the Officein its
capacity asthe International Preliminary Examining Authority),
the United States acted as the International Preliminary
Examining Authority, an International Preliminary Examination
Report has issued, and the United States was el ected.

(2) A copy of an English language translation of a
publication of an international application which has been filed
in the United States Patent and Trademark Office pursuant to
35 U.S.C. 154(d)(4) will be furnished upon written request
including a showing that the publication of the application in
accordance with PCT Article 21(2) has occurred and that the
U.S. was designated, and upon payment of the appropriate fee

(§ 1.19(b)(4)).

(3) Accessto international application files for
international applications which designate the U.S. and which
have been published in accordance with PCT Article 21(2), or
copiesof adocument in such application files, will be permitted
in accordance with PCT Articles 30 and 38 and PCT Rules
44ter.1, 94.2 and 94.3, upon written request including ashowing
that the publication of the application has occurred and that the
U.S. was designated.

(4) Inaccordance with PCT Article 30, copies of an
international application-as-filed under paragraph (a) of this
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section will not be provided prior to theinternational publication
of the application pursuant to PCT Article 21(2).

(5) Accessto international application files under
paragraphs (a)(1)(i) through (8)(1)(vi) and (g)(3) of this section
will not be permitted with respect to the Examination Copy in
accordance with PCT Article 38.

*kkkk

(i) Accessor copiesin other circumstances. The Office,
either sua sponte or on petition, may also provide access or
copies of al or part of an application if necessary to carry out
an Act of Congress or if warranted by other special
circumstances. Any petition by a member of the public seeking
access to, or copies of, all or part of any pending or abandoned
application preserved in confidence pursuant to paragraph (a)
of this section, or any related papers, must include:

(1) Thefeeset forthin § 1.17(qg); and

(2) A showing that accessto the application is
necessary to carry out an Act of Congress or that special
circumstances exist which warrant petitioner being granted
accessto all or part of the application.

For a discussion of the availability of copies of
documentsfrom international application filesand/or
access to international application files, see MPEP
§110.

1880 Withdrawal of Demand or Election
[R-07.2015]

PCT Article 37
Withdrawal of Demand or Election

(1) The applicant may withdraw any or all elections.

(2) If the election of all elected Statesis withdrawn, the
demand shall be considered withdrawn.

®

(&) Any withdrawal shall be ntified to the International
Bureau.

(b) The elected Office concerned and the International
Preliminary Examining Authority concerned shall be notified
accordingly by the International Bureau.

4)

(a) Subject to the provisions of subparagraph (b),
withdrawal of the demand or of the election of a Contracting
State shall, unless the national law of that State provides
otherwise, be considered to be withdrawal of the international
application asfar asthat State is concerned.

(b) Withdrawal of the demand or of the election shall
not be considered to be withdrawal of the international
application if such withdrawal is effected prior to the expiration
of the applicable time limit under Article 22; however, any
Contracting State may providein its national law that the
aforesaid shall apply only if its national Office has received,
within the said timelimit, acopy of theinternational application,
together with atranglation (as prescribed), and the national fee.
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PCT Rule 90 bis
Withdrawals

*kkk*k

90 bis.4 Withdrawal of the Demand, or of Elections

(@) The applicant may withdraw the demand or any or all
elections at any time prior to the expiration of 30 months from
the priority date.

(b) Withdrawal shall be effective upon receipt of anotice
addressed by the applicant to the International Bureau.

(c) If thenoticeof withdrawal issubmitted by the applicant
to the International Preliminary Examining Authority, that
Authority shall mark the date of receipt on the notice and
transmit it promptly to the International Bureau. The notice shall
be considered to have been submitted to the International Bureau
on the date marked.

*kkk*k

PCT Administrative | nstructions Section 606
Cancellation of Elections

(8 The International Preliminary Examining Authority
shall cancel ex officio:

(i) the election of any State which is not a designated
State;

(i) the election of any State not bound by Chapter 11
of the Treaty.

(b) TheInternational Preliminary Examining Authority
shall enclose that election within square brackets, shall draw a
line between the square brackets while till leaving the election
legible and shall enter, inthemargin, thewords“ CANCELLED
EX OFFICIO BY IPEA” or their equivalent in the language of
the demand, and shall notify the applicant accordingly.

Any withdrawal of the demand or any el ection must
be sent to the International Bureau or to the
International Preliminary Examining Authority,
provided that the withdrawal is signed by al
applicants in accordance with PCT Rule 90 bis.5.
Pursuant to PCT Rules 90.4(e) and 90.5(d), the
requirement for a separate power of attorney or a
copy of the general power of attorney shall not be
waived in cases of withdrawal.

1881 Receipt of Notice of Election and
Preliminary Examination Report by the
United States Patent and Trademark Office
[R-07.2015]

PCT Rule 61

Noatification of the Demand and Elections

*kkk*k
61.2 Notification to the Elected Offices

(@) The natification provided for in Article 31(7) shall be
effected by the International Bureau.
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(b) The notification shall indicate the number and filing
date of theinternational application, the name of the applicant,
thefiling date of the application whose priority isclaimed (where
priority is claimed) and the date of receipt by the International
Preliminary Examining Authority of the demand.

(c) The notification shall be sent to the elected Office
together with the communication provided for in Article 20.
Elections effected after such communication shall be notified
promptly after they have been made.

(d) Where the applicant makes an express request to an
elected Office under Article 40(2) prior to the international
publication of the international application, the International
Bureau shall, upon request of the applicant or the elected Office,
promptly effect the communication provided for in Article 20
to that Office.

61.3 Information for the Applicant

The International Bureau shall inform the applicant in writing
of the notification referred to in Rule 61.2 and of the elected
Offices notified under Article 31(7).

*kkk*k

All notices of election are received by the Office of
PCT Operationsfrom the International Bureau. The
Office of PCT Operations prepares the appropriate
records of the election when a request for national
stage entry isreceived. Theinternational preliminary
examination report received by the USPTO will also
be included in the national stage file. The
international preliminary report on patentability is
communicated to the elected Offices by the
International Bureau.

1882 - 1892 [Reserved]

1893 National Stage (U.S. National
Application Filed Under 35 U.S.C. 371)
[R-07.2022]

There are four types of U.S. national applications:
anational stage application under 35 U.S.C. 371, a
regular domestic national application filed under 35
U.S.C. 111(a), aprovisional application filed under
35 U.SC. 111(b), and an international design
application filed under the Hague Agreement in
which the Office has received a copy of the
international  registration pursuant to Hague
Agreement Article 10. See 37 CFR 1.9.

An applicant who usesthe Patent Cooperation Treaty
gains the benefit of:

1800-165
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(A) adelay in the time when papers must be
submitted to the national offices;

(B) aninternational search (to judgethelevel of
the relevant prior art) and a written opinion on the
question of whether the claimed invention appears
to be novd, to involve an inventive step (to be
non-obvious), and to beindustrially applicable before
having to expend resources for filing fees,
translations and other costs;

(C) adeay inthe expenditure of fees;
(D) additional time for research;

(E) additional time to evaluate financial,
marketing, commercial and other considerations;
and

(F) the option of obtaining international
preliminary examination.

The time delay is, however, the benefit most often
recognized as primary. Ultimately, applicant might
choose to submit the national stage application. The
national stage is unique compared to a domestic
national application in that:

(A) itissubmitted later (i.e., normally 30 months
from aclaimed priority date as compared to 12
months for adomestic application claiming priority);
and

(B) thestatus of the prior art isgenerally known
before the national stage begins and thisis not
necessarily so in adomestic national application.

IDENTIFICATION OF THE NATIONAL STAGE
APPLICATION

Once an international application entering the U.S.
national phase (“nationa stage application”) has
been accorded a U.S. application number (the two
digit series code followed by a six digit seria
number), that number should be used whenever
papers or other communications are directed to the
USPTO regarding the national stage application. See
37 CFR 1.5(a). The national stage application is
tracked through the Patent Data Portal system by the
eight digit U.S. application number. Therefore,
processing is expedited if the U.S. application
number is indicated. The international application
number, international filing date, and the national
stage entry date under 35 U.S.C. 371 (if such has
been accorded) should also be included, as such
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would also be hel pful for identification purposesand
can be used to cross-check apossibly erroneous U.S.
application number.

1893.01 Commencement and Entry
[R-07.2015]

35 U.S.C. 371 National stage: Commencement.

(8) Receipt from the International Bureau of copies of
international applications with any amendments to the claims,
international search reports, and international preliminary
examination reports including any annexes thereto may be
required in the case of international applications designating or
electing the United States.

(b) Subject to subsection (f) of this section, the national
stage shall commencewith the expiration of the applicabletime

limit under article 22(1) or (2), or under article 39(1)(a) of the
treaty.

(c) The applicant shal filein the Patent and Trademark
Office—

(1) the national fee provided in section 41(a);

(2) acopy of theinternational application, unless not
required under subsection (&) of this section or already
communicated by the International Bureau, and atrandation
into the English language of the international application, if it
was filed in another language;

(3) amendments, if any, to the claimsin the
international application, made under article 19 of the treaty,
unless such amendments have been communicated to the Patent
and Trademark Office by the International Bureau, and a
trandation into the English language if such amendments were
made in another language;

(4) an oath or declaration of the inventor (or other
person authorized under chapter 11) complying with the
reguirements of section 115 and with regulations prescribed for
oaths or declarations of applicants;

(5) atrandlation into the English language of any
annexes to the international preliminary examination report, if
such annexes were made in another language.

(d) Therequirement with respect to the national feereferred
to in subsection (c)(1), the trandlation referred to in subsection
(0)(2), and the oath or declaration referred to in subsection (c)(4)
of this section shall be complied with by the date of the
commencement of the national stage or by such later time as
may be fixed by the Director. The copy of the international
application referred to in subsection (c)(2) shall be submitted
by the date of the commencement of the national stage. Failure
to comply with these requirements shall be regarded as
abandonment of the application by the parties thereof, unlessit
be shown to the satisfaction of the Director that such failure to
comply was unavoidable. The payment of a surcharge may be
required as a condition of accepting the national fee referred to
in subsection (c)(1) or the oath or declaration referred to in
subsection (c)(4) of this section if these requirements are not
met by the date of the commencement of the national stage. The
reguirements of subsection (c)(3) of this section shall be
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complied with by the date of the commencement of the national
stage, and failure to do so shall be regarded as a cancellation of
the amendments to the claimsin the international application
made under article 19 of the treaty. The requirement of
subsection (c)(5) shall be complied with at such time as may be
fixed by the Director and failure to do so shall be regarded as
cancellation of the amendments made under article 34(2)(b) of
the treaty.

(e) After aninternational application has entered the
national stage, no patent may be granted or refused thereon
before the expiration of the applicable time limit under article
28 or article 41 of the treaty, except with the express consent of
the applicant. The applicant may present amendments to the
specification, claims, and drawings of the application after the
national stage has commenced.

(f) Attheexpressrequest of the applicant, the national stage
of processing may be commenced at any time at which the
application isin order for such purpose and the applicable
requirements of subsection (c) of this section have been complied
with.

37 CFR 1.491 National stage commencement, entry, and
fulfillment.

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 363 on or after September 16, 2012]

(@) Subject to 35 U.S.C. 371(f), the national stage shall
commence with the expiration of the applicabletime limit under
PCT Article 22(1) or (2), or under PCT Article 39(1)(a).

(b) Aninternational application enters the national stage
when the applicant has filed the documents and fees required
by 35 U.S.C. 371(c)(1) and (c)(2) within the period set in §
1.495.

(c) Aninternational application fulfills the requirements
of 35 U.S.C. 371 when the national stage has commenced under
35 U.S.C. 371(b) or (f) and &l applicable requirements of 35
U.S.C. 371 have been satisfied.

37 CFR 1.491 (pre-Al A) National stage commencement and
entry.

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 363 prior to September 16, 2012]

(@) Subject to 35 U.S.C. 371(f), the national stage shall
commence with the expiration of the applicabletime limit under
PCT Article 22(1) or (2), or under PCT Article 39(1)(a).

(b) Aninternational application enters the national stage
when the applicant has filed the documents and fees required
by 35 U.S.C. 371(c) within the period set in § 1.495.

Subject to 35 U.S.C. 371(f), commencement of the
national stage occurs upon expiration of the
applicabletimelimit under PCT Article 22(1) or (2),
or under PCT Article 39(1)(a). See 35 U.S.C. 371(b)
and 37 CFR 1.491(a). PCT Articles 22(1), 22(2),
and 39(1)(a) providefor atimelimit of not later than
the expiration of 30 months from the priority date.
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Thus, in the absence of an express request for early
processing of an international application under 35
U.S.C. 371(f) and compliance with the conditions
provided therein, the U.S. national stage will
commence upon expiration of 30 months from the
priority date of theinternational application. Pursuant
to 35 U.SC. 371(f), the nationa stage may
commence earlier than 30 months from the priority
date, provided applicant makes an express request
for early processing and has complied with the
applicable requirements under 35 U.S.C. 371(c).

Entry into the national stage occurs upon completion
of certain acts, as provided in 37 CFR 1.491(b). For
international applications having an international
filing date before September 16, 2012, the
international application enters the national stage
when the applicant hasfiled the documents and fees
required by 35 U.S.C. 371(c) within the period set
in 37 CFR _1.495. For international applications
having an international filing date on or after
September 16, 2012, the international application
entersthe national stage when the applicant hasfiled
the documents and fees required by 35 U.S.C.
371(c)(1) and (2) within the period set in 37 CFR

§ 1893.01(a)(1)

(b) The United States Patent and Trademark Office, when
acting as a Designated Office or Elected Office during
international processingwill beidentified by thefull title” United
States Designated Office” or by the abbreviation “DO/US’ or
by the full title “United States Elected Office” or by the
abbreviation “EO/US.”

(c) Themajor functions of the United States Designated
Office or Elected Office in respect to international applications
in which the United States of America has been designated or
elected, include:

(1) Receiving various notifications throughout the
international stage and

(2) National stage processing for international
applications entering the national stage under 35 U.S.C. 371.

An international application designating the U.S.
will enter the national stage viathe U.S. Designated
Office unless a Demand electing the U.S. is filed
under PCT Article 31 whereupon entry will be via
the U.S. Elected Office.

When entering the U.S. national stage following
either Chapter | or Chapter 11, the applicant has the
right to amend the application within the time limit
of one month from commencement (PCT Article 28
and PCT Rule52.1 or PCT Article 41 and PCT Rule
78.1, respectively).

1.495. Thus, for international applications having
aninternationa filing date on or after September 16,
2012, submission of the oath or declaration of the
inventor under 35 U.S.C. 371(c)(4) is not required
to enter the U.S. national phase.

1893.01(a) Entry viathe U.S. Designated or
Elected Office [R-07.2022]

PCT Article 2
Definitions

*kkk*k

(xiii) “designated Office” means the national Office of or
acting for the State designated by the applicant under Chapter
| of this Treaty;

(xiv) “elected Office” meansthe national Office of or acting
for the State elected by the applicant under Chapter |1 of this
Treaty;

*kkkk

37 CFR 1.414 The United States Patent and Trademark Office
as a Designated Office or Elected Office.

(8) The United States Patent and Trademark Office will act
as a Designated Office or Elected Office for international
applications in which the United States of America has been
designated or elected as a State in which patent protection is
desired.

1800-167

1893.01(a)(1) Submissions Required by 30
Months from the Priority Date [R-01.2024]

37 CFR 1.495 Entering the national stagein the United States
of America.

[Editor Note: Paragraphs (a) and (h) below are applicable only
to patent applicationsfiled under 35 U.S.C. 111(a) or 363 on or
after September 16, 2012]

(a) Theapplicant inaninternational application must fulfill
the requirements of 35 U.S.C. 371 within the time periods set
forthin paragraphs (b) and (c) of thissection in order to prevent
the abandonment of theinternational application asto the United
States of America. The thirty-month time period set forth in
paragraphs (b), (c), (d), (e) and (h) of this section may not be
extended.

(b) To avoid abandonment of the application, the applicant
shall furnish to the United States Patent and Trademark Office
not later than the expiration of thirty months from the priority
date:

(1) A copy of theinternational application, unlessit
has been previously communicated by the International Bureau
or unlessit was originaly filed in the United States Patent and
Trademark Office; and

(2) Thebasic national fee (see § 1.492(a)).
(©)
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(1) If applicant complieswith paragraph (b) of this
section before expiration of thirty monthsfrom the priority date,
the Office will notify the applicant if he or she has omitted any
of:

(i) A trandation of the international application,
asfiled, into the English language, if it was originally filed in
another language and if any English language translation of the
publication of theinternational application previously submitted
under 35 U.S.C. 154(d) (§ 1.417 ) isnot also atrandation of the
international application asfiled (35 U.S.C. 371(c)(2));

(ii) Theinventor's oath or declaration (35 U.S.C.
371(c)(4) and § 1.497), if adeclaration of inventorship in
compliance with §1.63 has not been previously submitted in the
international application under PCT Rule 4.17(iv) within the
time limits provided for in PCT Rule 26 ter.1;

(iii) The search fee set forth in § 1.492(b);
(iv) The examination fee set forth in § 1.492(c);

and
(v) Any application sizefeerequired by § 1.492());

(2) A notice under paragraph (c)(1) of this section will
set atime period within which applicant must provide any
omitted translation, search fee set forth in § 1.492(b),
examination fee set forth in 8 1.492(c), and any application size
feerequired by § 1.492(j) in order to avoid abandonment of the
application.

(3) Theinventor’s oath or declaration must also be
filed within the period specified in paragraph (c)(2) of this
section, except that thefiling of theinventor’s oath or declaration
may be postponed until the application is otherwisein condition
for allowance under the conditions specified in paragraphs
(©)(3)(i) through (c)(3)(iii) of this section.

(i) The application contains an application data
sheet in accordance with 8 1.76 filed prior to the expiration of
the time period set in any notice under paragraph (c)(1)
identifying:

(A) Eachinventor by hisor her legal name;

(B) A mailing address where the inventor
customarily receives mail, and residence, if an inventor lives at
alocation which isdifferent from wheretheinventor customarily
receives mail, for each inventor.

(if) The applicant must file each required oath or
declaration in compliance with § 1.63, or substitute statement
in compliance with § 1.64, no later than the date on which the
issue fee for the patent is paid. If the applicant is notified in a
notice of allowability that an oath or declaration in compliance
with § 1.63, or substitute statement in compliance with § 1.64,
executed by or with respect to each named inventor has not been
filed, the applicant must file each required oath or declaration
in compliancewith § 1.63, or substitute statement in compliance
with § 1.64, no | ater than the date on which theissuefeeis paid
to avoid abandonment. Thistime period is not extendable under
§ 1.136 (see § 1.136(c)). The Office may dispense with the
notice provided for in paragraph (c)(1) of this section if each
required oath or declaration in compliance with § 1.63, or
substitute statement in compliance with § 1.64, has been filed
before the application isin condition for allowance.
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(iif) Aninternational applicationinwhich thebasic
national fee under 35 U.S.C. 41(a)(1)(F) has been paid and for
which an application data sheet in accordance with § 1.76 has
been filed may be treated as complying with 35 U.S.C. 371 for
purposes of eighteen-month publication under 35 U.S.C. 122(b)
and § 1.211 et seq.

(4) The payment of the processing fee set forthin §
1.492(i) isrequired for acceptance of an English trandation later
than the expiration of thirty months after the priority date. The
payment of the surcharge set forth in 8 1.492(h) is required for
acceptance of any of the search fee, the examination fee, or the
inventor’s oath or declaration after the date of the
commencement of the national stage (§ 1.491(a)).

(5) For international applications having an
international filing date before July 1, 2022, a sequence listing
need not betrandated if the sequence listing complieswith PCT
Rule 12.1(d) and the description complieswith PCT Rule 5.2(b).
For international applications having an international filing date
on or after July 1, 2022, for purposes of paragraph (c)(2)(i) of
this section, an English trandlation is required for any sequence
listingin XML format (“Sequence Listing XML") containing
non-English language values for any language-dependent free
text qudifiersin accordance with 88 1.831 through 1.834.

(d) A copy of any amendments to the claims made under
PCT Article 19, and a trand ation of those amendments into
English, if they were made in another language, must be
furnished not later than the expiration of thirty monthsfrom the
priority date. Amendments under PCT Article 19 which are not
received by the expiration of thirty months from the priority
date will be considered to be canceled.

(e) A trandation into English of any annexesto an
international preliminary examination report (if applicable), if
the annexes were made in another language must be furnished
not later than the expiration of thirty months from the priority
date. Tranglations of the annexes which are not received by the
expiration of thirty months from the priority date may be
submitted within any period set pursuant to paragraph (c) of this
section accompanied by the processing fee set forth in § 1.492(f).
Annexes for which trandations are not timely received will be
considered canceled.

(f) Verification of the trandation of the international
application or any other document pertaining to an international
application may be required where it is considered necessary,
if the international application or other document was filed in
alanguage other than English.

(g9) The documents and fees submitted under paragraphs

(b) and (c) of this section must be identified as a submission to
enter the national stage under 35 U.S.C. 371. If the documents
and fees contain conflicting indications as between an
application under 35 U.S.C. 111 and a submission to enter the
national stageunder 35 U.S.C. 371, the documents and feeswill
be treated as a submission to enter the national stage under 35
U.SC. 371.

(h) Aninternational application becomes abandoned as to
the United States thirty months from the priority dateif the
requirements of paragraph (b) of this section have not been
complied with within thirty months from the priority date.
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37 CFR 1.495 (pre-Al A) Entering the national stagein the
United States of America.

[Editor Note: Paragraphs (a) and (h) below are not applicable
to patent applicationsfiled under 35 U.S.C. 111(a) or 363 on or
after Sept. 16, 2012. See § 1.495 for more information and for
the current rule, including the portions of the rule not reproduced
below and applicable irrespective of application filing date and
paras. (a) and (h) applicable to patent applications filed under
35 U.S.C. 111(a) or 363 on or after Sept. 16, 2012]

(a) Theapplicant in aninternational application must fulfill
the requirements of 35 U.S.C. 371 within the time periods set
forthin paragraphs (b) and () of thissectionin order to prevent
the abandonment of theinternational application asto the United
States of America. The thirty-month time period set forth in
paragraphs (b), (c), (d), (€) and (h) of this section may not be
extended. International applicationsfor which thoserequirements
aretimely fulfilled will enter the national stage and obtain an
examination asto the patentability of theinventionin the United
States of America.

* % k % %

(h) Aninternational application becomes abandoned asto
the United States thirty months from the priority date if the
reguirements of paragraph (b) of this section have not been
complied with within thirty months from the priority date. If
the requirements of paragraph (b) of this section are complied
with within thirty months from the priority date but either of
any required translation of theinternational application asfiled
or the oath or declaration are not timely filed, an international
application will become abandoned asto the United States upon
expiration of the time period set pursuant to paragraph (c) of
this section.

To avoid abandonment of an internationa
application as to the United States, applicant is
required to comply with 37 CFR 1.495(b) within 30
months from the priority date. Thus, applicant must
pay the basic national fee not later than the expiration
of 30 months from the priority date and be sure that
a copy of the international application has been
received by the U.S. Designated or Elected Office
not later than the expiration of 30 months from the
priority date.

It is preferable to file the required national stage
items online using the USPTO patent electronic
filing system (further information regarding the
USPTO patent electronic filing system is available
a www.uspto.gov/patents-application-process/
file-online). Applicants may also file these items
using the Priority Mail Express® mailing procedure
set forth in 37 CFR 1.10. Facsimile transmission is
not acceptable for submission of the basic national
fee and/or the copy of the international application.
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See 37 CFR 1.6(d). Likewise, the certificate of
mailing procedures of 37 CFR 1.8 do not apply to
thefiling of the copy of theinternational application
and payment of the basic national fee. See 37 CFR

1.8(@)(2)(I)(F).

Applicants cannot pay the basic national fee with a
surcharge after the 30 month deadline. Failure to
pay the basic national fee within 30 months from
the priority date will result in abandonment of the
application. The time for payment of the basic
national fee is not extendable.

Where the international application was filed with
the United States Receiving Office asthe competent
receiving Office, the copy of the international
application referred to in 37 CFR 1.495(b) is not
required. Otherwise, the copy of the international
application required under 37 CFR 1.495(b) must
be provided within 30 months from the priority date
to avoid abandonment. A copy of the international
application is published by the International Bureau
at about 18 months from the priority date, at which
time the published application becomes availableto
the U.S. Designated or Elected Office in electronic
form in a digita library from which the U.S.
Designated or Elected Office is entitled to retrieve
the application. Pursuant to PCT Rule 93 bis(b), the
publication of the international application by the
International Bureau (and the resulting availability
of the published application in a digital library) is
considered to effect the required communication of
the copy of the international application to the U.S.
Designated or Elected Office. Thus, publication of
an international application by the International
Bureau within 30 months from the priority date is
considered to satisfy the requirement of 37 CFR

1.495(b).

Where the basic national fee has been paid and the
copy of the international application (if required)
has been received not later than the expiration of 30
months from the priority date, but applicant has
omitted any required item set forth in 37 CFR
1.495(c)(1), the Officewill processthe national stage
application in accordance with the provisions of 37
CER 1.495 in effect for that application. As a
consequence of the America InventsAct (AlA), 37
CFR 1.495 was amended to permit postponement
of the submission of the inventor's oath or

Rev. 01.2024, November 2024


https://www.uspto.gov/patents-application-process/file-online
https://www.uspto.gov/patents-application-process/file-online

§ 1893.01(a)(2)

declaration under certain conditionsand is applicable
to national stage applications having an international
filing date on or after September 16, 2012. For
national stage applications having an international
filing date prior to September 16, 2012, the pre-AlA
version of 37 CFR 1.45 remainsin effect.

If the international filing date is prior to September
16, 2012, and the basic national fee has been paid
and the copy of the international application (if
required) has been received not later than the
expiration of 30 months from the priority date, but
the required oath or declaration, trand ation, search
fee (37 CFR 1.492(b)), examination fee (37 CFR
1.492(c)), or application size fee (37 CFR 1.492(j)
) has not been filed prior to commencement of the
national stage (see M PEP § 1893.01), the Office will
send applicant a notice identifying any deficiency
and provide aperiod of timeto correct the deficiency
as set forth in 37 CFR 1.495(c). The time period
usualy set is 2 months from the date of the
notification by the Office or 32 months from the
priority date, whichever islater. This period may be
extended for up to 5 additional months pursuant to
the provisionsof 37 CFR 1.136(a). Failureto timely
file the proper reply to the notification will result in
abandonment of the national stage application. The
processing fee set forth in 37 CFR 1.492(i) will be
required for acceptance of an English trandation of
theinternational application later than the expiration
of thirty months after the priority date, and the
surcharge fee set forth in 37 CFR 1.492(h) will be
required for acceptance of any of the search fee,
examination fee, or oath or declaration of the
inventor after the date of commencement. See
pre-AlA 37 CFR 1.495(c)(3).

If the international filing date is on or after
September 16, 2012, the filing of the oath or
declaration may be postponed until the application
isotherwisein condition for allowanceif applicants
submit an application data sheet in accordance with
37 CFR 1.76 identifying each inventor by the
inventor’s legal name, the mailing address where
each inventor customarily receives mail, and the
residence of each inventor, if the inventor lives at a
location which is different from where the inventor
customarily receives mail. 37 CFR 1.495(c)(3).
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For further information regarding the oath or
declaration required under 35 U.S.C. 371(c)(4) and
37 CFR 1.497, including for early entry and RCE
filing, see MPEP § 1893.01(€).

For further information regarding the trandation
required under 35 U.S.C. 371(c)(2) and 37 CFR
1.495(c), see MPEP § 1893.01(d).

1893.01(a)(2) Article 19 Amendment (Filed
With the International Bureau) [R-10.2019]

The claims of an internationa application may be
amended under PCT Article 19 after issuance of the
search report. The description and drawings may not
be amended under PCT Article 19. The amendment
is forwarded to the U.S. Designated Office by the
International Bureau for inclusion in the U.S.
national stage application. Article 19 amendments
including a complete claim set in English will be
entered by replacing the original English language
clams of the internationa application with the
amended claim set. If the Article 19 amendments
were made in a language other than English,
applicant must provide an English trandation for the
U.S. national stage application. The Article 19
amendment(s) and the English trandlation of the
amendment(s) must be received by the Office by the
date of commencement of the national stage (see
MPEP_§ 1893.01). Otherwise, the amendment(s)
will be considered to be canceled, 35 U.S.C. 371(d).
If such canceled amendments are desired, they must
be offered under 37 CFR 1.121 as a preliminary
amendment or a responsive amendment under
37CFR1.111. Inthisregard, the" Transmittal Letter
To The United States Designated/Elected Office
(DO/EO/US) Concerning A Submission Under 35
U.SC. 371" (Form PTO-1390) available at
WWW.Uspto.gov/patent/patents-forms includes a
check box by which the applicant may expressly
instruct the U.S. Designated/Elected Office not to
enter the Article 19 amendment(s) in the United
States national stage application.

Article 19 amendments filed before July 1, 2009
were not required to include a complete claim set
and the pages of the trandlation would not have been
entered as replacement claim sheets where entry
would have resulted in an inconsistency in the flow
of the claimsfrom the bottom of one pageto the top
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of thefollowing page. In such situations, applicants
are encouraged to submit a preliminary amendment
in accordance with 37 CFR 1.121 to obtain entry of
the desired changes.

1893.01(a)(3) Article 34 Amendments (Filed
with the International Preliminary
Examining Authority) [R-07.2022]

Amendments to the international application that
were properly made under PCT Article 34 during
theinternational preliminary examination phase (i.e.,
Chapter 11) will be annexed by the International
Preliminary Examining Authority to the international
preliminary examination report (IPER) and
communicated to the elected Offices. See PCT
Article 36, PCT Rule70.16, and MPEP § 1893.03(€).
If these annexes are in English, they will normally
be entered into the U.S. national stage application
by the Office absent a clear instruction by the
applicant that the annexes are not to be entered. In
this regard, the “Transmittal Letter To The United
States Designated/Elected Office (DO/EO/US)
Concerning A Submission Under 35 U.S.C. 371"
(Form PTO-1390) available at
WWW.uspto.gov/patent/patents-forms includes a
check box by which the applicant may expressly
instruct the U.S. Designated/Elected Office not to
enter the Article 34 amendment(s) in the United
States national stage application. However, if entry
of the replacement sheets will result in an obvious
inconsistency in the description, claimsor drawings
of the international application, then the annexes
will not be entered. If the annexes are in a foreign
language, a proper trangdlation of the annexes must
be furnished to the Office not later than the
expiration of 30 monthsfrom the priority date, unless
a period has been set pursuant to 37 CFR 1.495(c)
to furnish an oath or declaration, English translation
of the international application, search fee (37 CFR
1.492(b)), examination fee (37_CFR 1.492(c)), or
application sizefee (37 CFR 1.492(j)), inwhich case
the trand ations of the annexes, accompanied by the
processing fee set forth in 37 CFR 1.492(f), may be
submitted within the period set pursuant to 37 CFR
1.495(c). See 37 CFR 1.495(e). Annexes for which
trandations are not timely received will be
considered canceled. Amendments made under PCT
Article 34 to the international application after
commencement and entry into the U.S. national
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phase (see MPEP § 1893.01) will not be considered
in a U.S. national stage application. However,
applicants may still amend the U.S. national stage
application by way of a preliminary amendment
submitted in accordance with 37 CFR 1.115 and
37CFR1.121.

Where an English trandation of the annexes is
provided, the trandation must be such that the
trangdlation of the originaly filed application can be
changed by replacing the originally filed application
page(s) (of trandation) with substitute page(s) of
trandation of the annex. Thus, applicant should
check to be sure that the English translation can be
entered by substituting the pages of trandation for
corresponding pages of the description or claims of
the international application without leaving an
inconsistency. If entry of the page of trandlation
causes inconsistencies in the description or claims
of the international application the trandation will
not be entered. Non-entry of the annexes will be
indicated on the “NOTICE OF ACCEPTANCE OF
APPLICATION UNDER 35 U.S.C. 371 AND 37
CFR 1.495" (Form PCT/DO/EO/903). For example,
if the tranglation of the originally filed application
has a first page which ends with the first part of
paragraph 0012, with the remainder of paragraph
0012 on the next page then the translation of the
annex of thefirst page must include a substitute page
or pages ending with the exact same first part of
paragraph 0012. Thisenablesthe original translated
first page of description to be replaced by the
trandation of the annex without changing the
subsequent unamended page(s). Alternatively
applicant may submit a preliminary amendment in
accordance with 37 CFR 1.121. The fact that an
amendment made to the international application
during the international phase was entered in the
national stage application does not necessarily mean
that the amendment is proper. Specificaly,
amendments are not permitted to introduce “new
matter” into the application. See PCT Article
34(2)(b). Where it is determined that such
amendments introduce new matter into the
application, then the examiner should proceed asin
the case of regular U.S. national applications filed
under 35 U.S.C. 111(a) by requiring removal of the
new matter and making any necessary rejections to
the claims. See MPEP 8§ 608.04 and 2163.06.
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1893.01(a)(4) Claim Amendment (Filed With
the U.S. Designated or Elected Office)
[R-10.2019]

For the manner of making amendments and the
required format, seethe applicable U.S. regulations,
in particular 37 CFR 1.121 and 1.125. One of the
requirements for effectively amending claimsin a
national phase application is a complete listing of
all claims ever presented, including the text of all
pending and withdrawn claims. The status of every
claimin such listing must beindicated after itsclaim
number by one of the following identifiers in a
parenthetical expression: (Original), (Currently
Amended), (Canceled), (Withdrawn), (Previously
Presented), (New), and (Not Entered). However, to
prevent delaysin prosecution, the Office may waive
certain provisions of 37 CFR 1.121 and accept
alternative statusidentifiers not specifically set forth
in 37 CFR 1.121(c). Accordingly claim listings that
include alternative status identifiers as set forth in
MPEP_§ 714, subsection 1I.C, item (E) will be
accepted if the amendment otherwise complieswith
37 CFR 1.121. See MPEP § 714, subsection 11.C,
item (E) and Acceptance of Certain Non-Compliant
Amendments Under 37 CFR 1.121(c), 1296 OG 27
(July 5, 2005).

All “currently amended” claims must include
markings to indicate the changes made relative to
the immediate prior version of the clams:
underlining to indicate additions, strike-through or
double brackets for deletions (see 37 CFR 1.121(c)
for further details regarding the format of claim
amendments). Applicants should note that, in an
amendment to the claims filed in a national phase
application, the status identifier “original” must be
used for claims that had been presented on the
international filing date and not modified or
canceled. The statusidentifier “ previoudly presented”
must be used in any amendment submitted during
the national phase for any claims added or modified
under PCT Articles 19 or 34 in the international
phase that were subsequently entered in the national
phase. The statusidentifier “canceled” must be used
in any amendment submitted during the national
phase for any claims canceled under a PCT Article
19 or 34 amendment in the international phase and
subsequently entered in the national phase.

Rev. 01.2024, November 2024

MANUAL OF PATENT EXAMINING PROCEDURE

Example 1: Original claims 1-10; Article 19/34 filed with claims
1-20 listed on the replacement sheet wherein claims 1-10 were
unchanged and claims 11-20 were added; the status of the claims
prior to any further anendment under 37 CFR 1.121 would be
as follows: claims 1-10 as “origina” and claims 11-20 as
“previously presented.”

Example2: Original claims1-10; Article 19/34 filed with claims
1-9 listed on the replacement sheet wherein claims 1-9 were
unchanged and claim 10 was cancelled; the status of the claims
prior to any further anendment under 37 CFR 1.121 would be
asfollows: claims 1-9 as“ original” and claim 10 as*“ cancelled.”

Example 3: Original claims 1-10; Article 19/34 filed with claims
1-9 listed on the replacement sheet wherein clam 1 was
unchanged, claim 2 was cancelled and claims 3-10 were
renumbered as claims 2-9; the status of the claims prior to any
further amendment under 37 CFR 1.121 would be as follows:
clamlas“origina,”, claims2-9 as“previously presented” and
claim 10 as “cancelled.”

Example4: Original claims 1-10; Article 19/34 filed with claims
1-10 listed on the replacement sheet wherein claims 1 and 3-10
were unchanged and claim 2 was cancelled; the status of the
claims prior to any further amendment under 37 CFR 1.121
would be asfollows: claims 1 and 3-10 as “original” and claim
2 as“cancelled”

Proposed amendments that are not submitted in
compliance with the applicable regulations will not
be entered. For example, the submission with the
national phase documents of arevised set of claims,
absent a preliminary amendment to the claims in
compliance with 37 CFR 1.121(c), will not be
effective to amend the claims of record in the
application.

1893.01(b) Applicant for a U.S. National
Stage Application [R-07.2022]

37 CFR 1.42 Applicant for Patent

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 111(a) or 363 on or after September 16, 2012]

(@) Theword “applicant” when used in thistitle refersto
theinventor or al of thejoint inventors, or to the person applying
for apatent as provided in 88 1.43, 1.45, or 1.46.

(b) If apersonisapplying for apatent asprovidedin § 1.46,
theword “applicant” refersto the assignee, the person to whom
theinventor is under an obligation to assign the invention, or
the person who otherwise shows sufficient proprietary interest
in the matter, who is applying for a patent under § 1.46 and not
theinventor.

(c) If fewer than al joint inventorsare applying for apatent
asprovided in § 1.45, the phrase “the applicant” meansthejoint
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inventors who are applying for the patent without the omitted
inventor(s).

*kkkk

37 CFR 1.43 Application for patent by a legal representative
of a deceased or legally incapacitated inventor.

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 111(a) or 363 on or after September 16, 2012]

If an inventor is deceased or under legal incapacity, the legal
representative of theinventor may make an application for patent
on behalf of the inventor. If an inventor dies during the time
intervening between thefiling of the application and the granting
of apatent thereon, the letters patent may be issued to the legal
representative upon proper intervention. See § 1.64 concerning
the execution of a substitute statement by alegal representative
in lieu of an oath or declaration.

37 CFR 1.45 Application for patent by joint inventors.

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 111(a) or 363 on or after September 16, 2012]

(a) Jointinventors must apply for apatent jointly, and each
must make an inventor’s oath or declaration as required by §
1.63, except as provided for in § 1.64. If ajoint inventor refuses
tojoininan application for patent or cannot be found or reached
after diligent effort, the other joint inventor or inventors may
make the application for patent on behalf of themselves and the
omitted inventor. See § 1.64 concerning the execution of a
substitute statement by the other joint inventor or inventorsin
lieu of an oath or declaration.

(b) Inventors may apply for a patent jointly even though:

(1) They did not physically work together or at the
same time;

(2) Each inventor did not make the same type or
amount of contribution; or

(3) Each inventor did not make a contribution to the
subject matter of every claim of the application.

(c) If multiple inventors are named in a nonprovisional
application, each named inventor must have made a contribution,
individually or jointly, to the subject matter of at least oneclaim
of the application and the application will be considered to be
ajoint application under 35 U.S.C. 116. If multiple inventors
are named in aprovisiona application, each named inventor
must have made a contribution, individually or jointly, to the
subject matter disclosed in the provisional application and the
provisional application will be considered to be ajoint
application under 35 U.S.C. 116.

37 CFR 1.46 Application for patent by an assignee, obligated
assignee, or a person who otherwise shows sufficient
proprietary interest in the matter.

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 111(a) or 363 on or after September 16, 2012]

(a) A persontowhom theinventor has assigned or is under
an obligation to assign the invention may make an application
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for patent. A person who otherwise shows sufficient proprietary
interest in the matter may make an application for patent on
behalf of and as agent for the inventor on proof of the pertinent
facts and a showing that such action is appropriate to preserve
the rights of the parties.

(b) If anapplication under 35 U.S.C. 111 ismade by a
person other than the inventor under paragraph (a) of this section,
the application must contain an application data sheet under §
1.76 specifying in the applicant information section (8
1.76(b)(7)) the assignee, person to whom the inventor is under
an obligation to assign the invention, or person who otherwise
shows sufficient proprietary interest in the matter. If an
application entering the national stage under 35 U.S.C. 371, or
anonprovisional international design application, isapplied for
by a person other than the inventor under paragraph (a) of this
section, the assignee, person to whom the inventor is under an
obligation to assign the invention, or person who otherwise
shows sufficient proprietary interest in the matter must have
been identified as the applicant for the United States in the
international stage of the international application or asthe
applicant in the publication of theinternational registration under
Hague Agreement Article 10(3).

(1) If theapplicant isthe assignee or a person to whom
the inventor is under an obligation to assign the invention,
documentary evidence of ownership (e.g., assignment for an
assignee, employment agreement for a person to whom the
inventor is under an obligation to assign the invention) should
berecorded asprovided for in part 3 of thischapter no later than
the date the issue fee is paid in the application.

(2) If the applicant is a person who otherwise shows
sufficient proprietary interest in the matter, such applicant must
submit a petition including:

(i) Thefeesetforthin § 1.17(g);

(i) A showing that such person has sufficient
proprietary interest in the matter; and

(iii) A statement that making the application for
patent by a person who otherwise shows sufficient proprietary
interest in the matter on behalf of and as agent for the inventor
is appropriate to preserve the rights of the parties.

(c)(1) Correction or update in the name of the
applicant. Any request to correct or update the name of the
applicant under this section must include an application data
sheet under 8§ 1.76 specifying the correct or updated name of
the applicant in the applicant information section (8 1.76(b)(7))
in accordance with § 1.76(c)(2). A change in the name of the
applicant recorded pursuant to Hague Agreement Article
16(1)(ii) will be effective to change the name of the applicant
in anonprovisional international design application.

(2) Changein the applicant. Any request to change
the applicant under this section after an original applicant has
been specified must include an application data sheet under §
1.76 specifying the applicant in the applicant information section
(8 1.76(b)(7)) in accordance with § 1.76(c)(2) and comply with
§8 3.71 and 3.73 of thistitle.

*kkk*k

In general, for U.S. national stage applications
having an international filing date prior to September
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16, 2012, the inventors are required to be the
applicants. TheAmericalnventsAct (AlA) amended
35 U.S.C. 118 to expand who may be an applicant
in patent applications. Consequently, for national
stage applications having an international filing date
on or after September 16, 2012, the applicant may
be: (a) the inventor(s); (b) the legal representative
of a deceased or legally incapacitated inventor; (c)
the assignee; (d) the obligated assignee (i.e., aperson
towhom theinventor isunder an obligation to assign
theinvention); or (€) aperson who otherwise shows
proprietary interest in the application. See 37 CFR
1.42,1.43,1.45, and 1.46.

For nationa stage applications having an
international filing date on or after September 16,
2012, the person identified in theinternational stage
as the applicant for the United States will normally
be considered the applicant for the U.S. national

stage application. See 37 CFR 1.46(b).

Wherethe applicant isaperson who otherwise shows
sufficient proprietary interest in the matter, such
applicant must submit a petition including: the fee
set forth in 37 CFR 1.17(g), a showing that such
person has sufficient proprietary interest in the
matter, and a statement that making the application
for patent by a person who otherwise shows
sufficient proprietary interest in the matter on behalf
of and as agent for the inventor is appropriate to
preserve the rights of the parties. See 37 CFR

1.46(b)(2).

The name of the applicant may be corrected or
updated, or the applicant may be changed, in
accordance with the procedure set forth in 37 CFR
1.46(c). A request to change the applicant under 37
CFR 1.46(c)(2) must include an ADS specifying the
corrected applicant and a statement under 37 CFR
3.73. The 37 CFR 3.73 statement must be furnished
before or concurrently with the ADS specifying the
corrected applicant.

1893.01(c) Fees[R-01.2024]

Because the national stage fees are subject to change,
applicants and examiners should always consult the
Official Gazette for the current fee listing.
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The basic national fee must be paid prior to the
expiration of 30 months from the priority date to
avoid abandonment of the international application
as to the United States. This time period is not
extendable. 37 CFR 1.495(@) - (b). This is
distinguished from U.S. national application filings
under 35 U.S.C. 111(a) in which the basic filing fee
dueon filing may belater accepted with asurcharge.
Accordingly, in situations in which a payment of
fees has been made in a national stage application
prior to the expiration of 30 monthsfrom the priority
date, but the applicant has not specified a sufficient
amount for the payment of the basic national fee,
the Office will apply the payment first to the basic
national fee regardless of whether the applicant
specified the fees to which the payment is to be

applied.

Fees under 37 CFR 1.16 relate to national
applications under 35 U.S.C. 111(a), and not to
international applications entering the national stage
under 35 U.S.C. 371. Nationa stage fees are
specifically provided for in 37 CFR 1.492. However,
an authorization to charge fees under 37 CFR 1.16
in an international application entering the national
stage under 35 U.S.C. 371 will be treated as an
authorization to charge fees under 37 CFR 1.492.
See 37 CFR 1.25(b). Accordingly, applications will
not be held abandoned if an authorization to charge
fees under 37 CFR 1.16 has been provided instead
of an authorization to charge fees under 37 CFR
1.492.

A preliminary amendment accompanying theinitial
national stage submission under 35 U.S.C. 371 that
iseffectiveto cance clamsand/or eliminate multiple
dependent claims will be effective to reduce the
number of claims to be considered in calculating
extra claim fees required under 37 CFR 1.492(d) -
(e) and/or eliminate the multiple dependent claim
feerequired under 37 CFR 1.492(f). A subsequently
filed amendment canceling claimsand/or eliminating
multiple dependent claimswill not entitle applicant
to a refund of fees previously paid. See MPEP 8§
607 and 608.

The application size fee for a national stage
application (37 CFR 1.492(j)) is determined on the
basis of the international application as published
by WIPO pursuant to PCT Article 21. Specificaly,
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the application size fee is calculated on the basis of
the number of sheets of specification (including the
description, claims, abstract, and, if present, a
sequencelisting in portable document format (PDF))
and drawings present in the published international
application. This calculation is made without regard
to the language of publication. Certain other sheets
typically present in theinternational publication are
not taken into account in determining the application
sizefee, e.g., Article 19 amendments/statement, the
international search report, and any additional
bibliographic sheets (other than the cover sheet
containing the abstract). Nor are Article 34
amendments or preliminary amendments taken into
account in determining the application size fee.

The processing fee set forth in 37 CFER 1.492(i) will
be required for acceptance of an English trandation
of the international application later than the
expiration of thirty months after the priority date,
and the surcharge fee set forth in 37 CFR 1.492(h)
will be required for acceptance of any of the search
fee, examination fee, or inventor's oath or
declaration after the date of commencement. 37 CFR

1.495(c)(4).

1893.01(d) Translation [R-07.2022]

Applicants entering the national stage in the U.S.
are required to file an English trandation of the
international  application if the international
application was filed in another language and was
not published under PCT Article 21(2) in English.
35 U.S.C. 371(c)(2) and 37 CFR 1.495(c). For
international applications having an international
filing date on or after July 1, 2022, an English
trandlation is required for any sequence listing in
XML format (“ Sequence Listing XML") containing
non-English ~ language  values for  any
language-dependent free text qualifiersin accordance
with 37 CFR 1.831 through 1.834. For international
applications having an international filing date before
July 1, 2022, a sequence listing need not be
trandated if the sequence listing complieswith PCT
Rule 12.1(d) and the description complieswith PCT
Rule 5.2(b). See 37 CFR 1.495(c). The trandlation
must be atranslation of theinternational application
as filed or with any changes which have been
properly accepted under PCT Rule 26 or any
rectifications which have been properly accepted
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under PCT Rule 91. A trandation of less than all of
the international application (e.g., atrandation that
failsto include atranglation of text contained in the
drawings or atrangd ation that includes a translation
of claims amended under PCT Article 19 or 34 but
does not include atrand ation of the original claims)
IS unacceptable. In addition, a trandation that
includes modifications other than changesthat have
been properly accepted under PCT Rule 26 or 91
(e.g., atranglation that includes headings that were
not present in the international application as
originaly filed) is unacceptable. A translation of
words contained in the drawings must be furnished
either in the form of new drawings or in the form of
acopy of the original drawings with the translation
pasted on the original text matter. See PCT Rule

49.5(d).

Amendments, even those considered to be minor or
to not include new matter, may not be incorporated
into the trandation. If an amendment to the
international application as filed is desired for the
national stage, it may be submitted in accordance
with 37 CFR 1.121. An amendment filed under 37
CFR 1.121 should be submitted within 3 months
from the date the national stageisentered asset forth
37 CFR 1.491. See 37 CFR 1.115(b)(3)(iii). If
applicant has timely paid the basic national fee and
submitted the copy of the international application
but the trandation is missing or is defective, a
Notification of Missing Requirements
(PCT/DO/EO/905) will be sent to applicant setting
a period to correct any missing or defective
requirements. The time period is 32 months from
the priority date or 2 months from the date of the
notice, whichever expires|ater. Thetime period may
be extended for up to five additional months as
provided in 37 CFR 1.136(a). A processing fee is
required for accepting a tranglation after 30 months
from the priority date. See 37 CFR 1.492(i).

Pursuant to PCT Rule 48.3(c), if the international
application is published in a language other than
English, the publication shall include an English
tranglation of the title of the invention, the abstract,
and any text matter pertaining to thefigure or figures
accompanying the abstract. The trandations shall be
prepared under the responsibility of the International
Bureau.
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A trandation of theinternational application asfiled
and identified as provided in 37 CFR 1.417
submitted for the purpose of obtaining provisional
rights pursuant to 35 U.S.C. 154(d)(4) can berelied
on to fulfill the trandation requirement under 35
U.S.C. 371(c)(2) in anationa stage application.

1893.01(e) Inventor’sOath or Declaration
[R-07.2022]

35 U.S.C. 371 National stage: Commencement.

*kkkk

(c) The applicant shal filein the Patent and Trademark
Office—

*kkkk

(4) an oath or declaration of the inventor (or other
person authorized under chapter 11) complying with the
reguirements of section 115 and with regulations prescribed for
oaths or declarations of applicants;

*kkkk

Pursuant to 35 U.S.C. 371(c)(4), the applicant for a
national stage application isrequired to file an oath
or declaration of the inventor (or other person
authorized under 35 U.S.C. chapter 11) complying
with the requirements of 35 U.S.C. 115 and with
regulations prescribed for oaths or declarations of
applicants. TheAmericalnventsAct (AlA) amended
35 U.S.C. 115 with effect for applications filed on
or after September 16, 2012. As a consequence of
thischange, the oath or declaration regquirementsfor
anational stage application differ depending on the
international filing date of the national stage
application, as set forth below.

. NATIONAL STAGE APPLICATIONSHAVING
AN INTERNATIONAL FILING DATE ON OR
AFTER SEPTEMBER 16, 2012

37 CFR 1.41 Inventorship

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 111(a) or 363 on or after September 16, 2012]

*kkk*k

(e) Theinventorship of aninternational application entering
the national stage under 35 U.S.C. 371 isthe inventor or joint
inventors set forth in the application data sheet in accordance
with 8§ 1.76 filed with the initial submission under 35 U.S.C.
371. Unlesstheinitial submission under 35 U.S.C. 371 is
accompanied by an application data sheet in accordance with §
1.76 setting forth the inventor or joint inventors, theinventorship
isthe inventor or joint inventors set forth in the international
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application, which includes any change effected under PCT
Rule 92 bis.

*kkkk

37 CFR 1.497 | nventor’s oath or declaration under 35U.S.C.
371(c)(4).

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 363 on or after September 16, 2012]

(a8 When an applicant of an international application desires
to enter the national stage under 35 U.S.C. 371 pursuant to §
1.495, and adeclaration in compliance with § 1.63 has not been
previously submitted in the international application under PCT
Rule 4.17(iv) within the time limits provided for in PCT Rule
26 ter.1, the applicant must file the inventor’s oath or
declaration. Theinventor, or each individual who isajoint
inventor of a claimed invention, in an application for patent
must execute an oath or declaration in accordance with the
conditions and requirements of 8 1.63, except as provided for
in§1.64.

(b) An oath or declaration under § 1.63 will be accepted as
complying with 35 U.S.C. 371(c)(4) if it complies with the
requirements of 88 1.63(a), (c) and (g). A substitute statement
under § 1.64 will be accepted as complying with 35 U.S.C.
371(c)(4) if it complies with the requirements of 8§ 1.64(b)(1),
(c) and (e) and identifies the person executing the substitute
statement. If anewly executed inventor’s oath or declaration
under § 1.63 or substitute statement under § 1.64 isnot required
pursuant to § 1.63(d), submission of the copy of the previously
executed oath, declaration, or substitute statement under §

1.63(d)(1) isrequired to comply with 35 U.S.C. 371(c)(4).

(c) If an oath or declaration under § 1.63, or substitute
statement under § 1.64, meeting the requirements of § 1.497(b)
does not also meet the requirements of § 1.63 or § 1.64, an oath,
declaration, substitute statement, or application data sheet in
accordance with § 1.76 to comply with § 1.63 or § 1.64 will be
required.

Applicants entering the national stage under 35
U.S.C. 371 for an international application having
aninternational filing date on or after September 16,
2012 are required to file an inventor's oath or
declaration in accordance with 37 CFR 1.497 unless
adeclaration in compliance with 37 CFR 1.63 was
previoudly submitted in the international phase under
PCT Rule 4.17(iv) within the time limits provided
for in PCT Rule 26 ter.1.

The inventor’s oath or declaration will be accepted
ascomplyingwith 35 U.S.C. 371(c)(4) if it complies
with the minimum requirements set forthin 37 CFR
1.497(b). However, if the inventor's oath or
declaration does not satisfy all the requirements of
37 CFR 1.63 or 1.64, the applicant will be required
to comply with the outstanding requirements. See
37 CFR 1.497(c).
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Thefiling of the inventor’s oath or declaration may
be postponed until the application is otherwise in
condition for alowance if applicant submits an
application data sheet in accordance with 37 CFR
1.76 identifying each inventor by his or her legal
name, the mailing address where each inventor
customarily receives mail, and the residence of each
inventor, if the inventor lives at alocation which is
different from where the inventor customarily
receives mal. See 37 CFR  1.495(c)(3).
Postponement of the filing of the inventor’s oath or
declaration pursuant to 37 CFR 1.495(c) will not
postpone the requirement to pay the surcharge fee
under 37 CFR 1.492(h) for filing the inventor’s oath
or declaration after the date of commencement. As
discussed in MPEP § 706.07(h), subsection I,
notwithstanding 37 CFR 1.495(c)(3) permitting
postponement, all required inventor's oaths or
declarations (or substitute statements) must be filed
prior to or with arequest for continued examination
(RCE) under 37 CFR 1.114. Early national stage
entry under 35 U.S.C. 371(f) aso requires the
submission of the oath or declaration required by 35
U.S.C. 371(c)(4) and submission also may not be
postponed in this situation.

If the basic national fee and copy of theinternational
application have been received by the expiration of
30 months from the priority date, but applicant has
not submitted 1) the required inventor’'s oath or
declaration, or 2) an application data sheet in
compliance with 37 CFR 1.495(c)(3), the Officewill
send applicant a Notification of Missing
Requirements (Form PCT/DO/EQ/905) setting a
time period to submit the required inventor’s oath
or declaration or application datasheet and surcharge
fee under 37 CFR 1.492(h) unless previously paid.
Failure to timely file the required reply will result
in abandonment of the application.

Theinventor’s oath or declaration must be executed
by each inventor, except as provided under 37 CFR
1.64. Theinventorship of aninternational application
entering the national stage under 35 U.S.C. 371
having an international filing date on or after
September 16, 2012, istheinventor or joint inventors
set forth in an application data sheet in accordance
with 37 _CFR 1.76 accompanying the initial
submission under 35 U.S.C. 371. If the initia
submission under 35 U.S.C. 371 isnot accompanied
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by an application data sheet in accordance with 37
CER 1.76, the inventorship is the inventor or joint
inventors set forth in the international application,
which includes any change effected under PCT Rule
92 bis . See 37 CFR 1.41(€). Inventorship may be
corrected under the procedure set forth in 37 CFR
1.48(a). The name of an inventor may be corrected
or updated under the procedure set forth in 37 CFR

1.48(f).

If theinventor isdeceased, isunder legal incapacity,
has refused to execute the oath or declaration under
37 CFR 1.63, or cannot be found or reached after
diligent effort, the applicant under 37 CFR 1.43,
1.45 or 1.46 may execute a substitute statement
under 1.64 in lieu of an oath or declaration under 37
CFR 1.63.

I1. NATIONAL STAGE APPLICATIONSHAVING
AN INTERNATIONAL FILING DATE BEFORE
SEPTEMBER 16, 2012

37 CFR 1.41 (pre-Al A) Applicant for Patent

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 111(a) or 363 prior to September 16, 2012]

*kkk*k

@

*kkk*k

(4) Theinventorship of an international application
entering the national stage under 35 U.S.C. 371 isthat
inventorship set forth in the international application, which
includes any change effected under PCT Rule 92 bis . See §
1.497(d) and (f) for filing an oath or declaration naming an
inventive entity different from the inventive entity named in the
international application, or if achange to the inventive entity
has been effected under PCT Rule 92 bis subseguent to the
execution of any declaration filed under PCT Rule 4.17(iv) (8
1.48(f)(1) doesnot apply to aninternational application entering
the national stage under 35 U.S.C. 371).

*kkkk

37 CFR 1.497 (pre-Al A) Oath or declaration under 35U.S.C.
371(c)(4).

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 363 prior to September 16, 2012]

(8 When an applicant of aninternational application desires
to enter the national stage under 35 U.S.C. 371 pursuant to §
1.495, and adeclaration in compliance with this section has not
been previously submitted in the international application under
PCT Rule 4.17(iv) within the time limits provided for in PCT
Rule 26 ter.1, he or she must file an oath or declaration that:

(1) Isexecuted in accordance with either 88 1.66 or
1.68;
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(2) Identifies the specification to which it is directed;

(3) Identifies each inventor and the country of
citizenship of each inventor; and

(4) Statesthat the person making the oath or declaration
believes the named inventor or inventorsto be the original and
first inventor or inventors of the subject matter whichisclaimed
and for which a patent is sought.

(b)

(1) The oath or declaration must be made by all of the
actual inventors except as provided for in 8§ 1.42, 1.43 or 1.47.

(2) If the person making the oath or declaration or any
supplemental oath or declaration is not the inventor (88 1.42,
1.43, or § 1.47), the oath or declaration shall state the
relationship of the person to theinventor, and, upon information
and belief, the factswhich theinventor would have been required
to state. If the person signing the oath or declaration isthe legal
representative of a deceased inventor, the oath or declaration
shall aso state that the person isalegal representative and the
citizenship, residence and mailing address of the legal
representative.

(c) Subject to paragraph (f) of this section, if the oath or
declaration meets the requirements of paragraphs (a) and (b) of
this section, the oath or declaration will be accepted as
complying with 35 U.S.C. 371(c)(4) and § 1.495(c). However,
if the oath or declaration does not also meet the requirements
of 8§ 1.63, asupplemental oath or declaration in compliance with
§1.63 or an application datasheet will be required in accordance
with § 1.67.

(d) If the oath or declaration filed pursuant to 35 U.S.C.
371(c)(4) and this section names an inventive entity different
from theinventive entity set forth in theinternational application,
or if achange to the inventive entity has been effected under
PCT Rule 92 bis subsequent to the execution of any oath or
declaration which was filed in the application under PCT Rule
4.17(iv) or this section and the inventive entity thus changed is
different from the inventive entity identified in any such oath
or declaration, applicant must submit:

(1) A statement from each person being added as an
inventor and from each person being deleted as an inventor that
any error ininventorship in theinternational application occurred
without deceptive intention on his or her part;

(2) The processing fee set forthin 8 1.17(i); and

(3) If an assignment has been executed by any of the
origina named inventors, the written consent of the assignee
(see § 3.73(b) of this chapter); and

(4) Any new oath or declaration required by paragraph
(f) of this section.

(e) The Office may require such other information as may
be deemed appropriate under the particular circumstances
surrounding the correction of inventorship.

(f) A new oath or declaration in accordance with thissection
must befiled to satisfy 35 U.S.C. 371(c)(4) if the declaration
was filed under PCT Rule 4.17(iv), and:
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(1) Therewasachangein theinternational filing date
pursuant to PCT Rule 20.5(c) after the declaration was executed,;
or

(2) A changeintheinventive entity was effected under
PCT Rule 92 bis after the declaration was executed and no
declaration which sets forth and is executed by the inventive
entity as so changed has been filed in the application.

(g) If apriority claim has been corrected or added pursuant
to PCT Rule 26 bis during the international stage after the
declaration of inventorship was executed in the international
application under PCT Rule4.17(iv), applicant will be required
to submit either anew oath or declaration or an application data
sheet as set forth in § 1.76 correctly identifying the application
upon which priority is claimed.

Applicants entering the national stage under 35
U.S.C. 371 for an international application having
an international filing date prior to September 16,
2012 are required to file an oath or declaration of
the inventor in accordance with pre-AlA 37 CFR
1.497(a) and (b). If the basic national fee and copy
of the international application have been received
by the expiration of 30 monthsfrom the priority date,
but the required oath or declaration has not been
filed, the Office will send applicant a Notification
of Missing Requirements (Form PCT/DO/EQ/905)
setting a time period to correct any missing or
defective requirements and to submit the surcharge
fee required under 37 CFR 1.492(h) unless
previoudly paid. Failure to timely file the required
oath or declaration will result in abandonment of the
application.

An oath or declaration satisfying the requirements
of pre-AlA 37 CFR 1.497(a) - (b) will be sufficient
for the purposes of entering the U.S. national phase.
However, if the oath or declaration fails to also
comply with the additional requirements for oaths
and declarations set forth in 37 CFR 1.63, applicants
will need to submit a supplementa oath or
declaration, or an application data sheet where
permitted under 37 CFR 1.63(c), to correct the
deficiency. See 37 CFR 1.497(c).

In general, the requirement for an oath or declaration
in compliance with 37 CFR 1.497(a) - (b) will have
been previoudy satisfied if a declaration in
compliance with PCT Rule 4.17(iv) executed by all
the inventors was submitted within the time limits
provided in PCT Rule 26 ter.1 in the international
phase. However, if the inventorship was changed in
the international application under PCT Rule 92 bis
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such that the inventorship identified in the PCT Rule
4.17(iv) declaration no longer corresponds to that
of theinternational application (seepre-AlA 37 CFR
1.41(a)(4)), then a new oath or declaration in
accordance with 37 CFR 1.497(a) - (b) may be
required to enter the national stage. See pre-AlA 37
CFR 1.497(f)(2). Similarly, anew oath or declaration
in compliancewith 37 CFR 1.497(a) - (b) isrequired
where the PCT Rule 4.17(iv) declaration was
executed prior to achangein theinternational filing
date pursuant to PCT Rule 20.5(c). See pre-AlA 37
CFR 1.497(f)(1). In addition, where apriority claim
has been corrected or added pursuant to PCT Rule
26.2 bis after execution of the PCT Rule 4.17(iv)
declaration, then asupplemental oath or declaration,
or an application data sheet, identifying the correct
priority claimwill berequired. Seepre-AlA 37 CFR

1.497(q).

The inventorship of an international application
entering the national stage under 35 U.S.C. 371
having an internationa filing date before September
16, 2012 is that inventorship set forth in the
international application, which includesany changes
effected under PCT Rule 92 bis . See pre-AlA 37
CFR 1.41(a)(4). Accordingly, an oath or declaration
that names an inventive entity different than that set
forth in the international application will not be
accepted for purposes of entering the U.S. national
phase unless the inventorship is corrected. See the
procedures set forth in pre-AlA 37 CFR 1.497(d)
and 37 CFR 1.48(a) for correcting inventorship. If
aninventor refusesto execute the oath or declaration
or cannot be found or reached after diligent effort,
applicant may file an oath or declaration and a
petition in accordance with pre-AlA 37 CFR 1.47.
Similarly, where an inventor is deceased or legaly
incapacitated, an oath or declaration may be made
in accordance with the provisions of pre-AlA 37
CFR 1.42 or 1.43. See pre-AlA 37 CFR 1.497(b).

Where there has been no change of inventorship but
there is a discrepancy between the name of an
inventor asindicated in theinternational application
during theinternational phase and the corresponding
name indicated in an oath or declaration submitted
under 37 CFR 1.497, correction will be required to
accept the oath or declaration with the different
name. Effective September 16, 2012, the procedure
set forth in 37 CFR 1.48(f) may be used to correct

1800-179

§1893.02

or update the name of an inventor in anonprovisiona
application. In applications where the procedure
under 37 CFR 1.48(f) is not available, correction
may be made by way of petition under 37 CFR 1.182
to accept the oath or declaration with the different
name.

1893.02 Abandonment [R-07.2022]

If the requirements for the submission of the basic
nationa fee and a copy of the internationa
application (if necessary) prior to the expiration of
30 months from the priority date are not satisfied,
then the international application becomes
abandoned asto the United States. 37 CFR 1.495(h).
Should online filing and/or fee payment via the
USPTO patent electronic filing system become
unavailable due to a system outage, applicant may
need to use an alternative filing method such as
hand-delivery to the USPTO or the Priority Mail
Express® service of the United States Postal Service
(USPS) in accordancewith 37 CFR 1.10to meet the
requirements of 37 CFR 1.495(b). For more
information about filing via the USPTO patent
electronic filing system, see the Legal Framework
for Patent Electronic System available from
www.uspto.gov/patents/apply/filing-online/
legal-framewor k-efs-web.

If the requirementsunder 37 CFR 1.495(b) aretimely
met, but the requirements under 37 CFR 1.495(c)
for an English translation of the international
application, oath/declaration, search fee, examination
fee and application sizefee are not met within atime
period set in a notice provided by the Office, then
the application will become abandoned upon
expiration of the time period set in the notice. See
37 CFR 1.495(c)(2).

Examiners and applicants should be aware that
sometimes papers filed for the national stage are
deficient and abandonment results. For example, if
thefee submitted does not include at |east the amount
of the basic national fee that is due, the application
becomes abandoned.

Applicant may file apetition to revive an abandoned
application in accordance with the provisions of 37
CFR 1.137. See MPEP § 711.03(c). For applicant’s
convenience, applicant may use Form
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PTO/SB/64PCT for this purpose. This form is
available online a  www.uspto.gov/patent/

patents-forms.

1893.03 Prosecution of U.S. National Stage
Applications Before the Examiner
[R-07.2015]

37 CFR 1.496 Examination of international applicationsin
the national stage.

National stage applications having paid therein the search fee
as set forth in § 1.492(b)(1) and examination fee as set forth in
§ 1.492(c)(1) may be amended subsequent to the date of
commencement of national stage processing only to the extent
necessary to eliminate objectionsasto form or to cancel rejected
claims. Such national stage applications will be advanced out
of turn for examination.

An international application which enters the
national stage will be forwarded to the appropriate
Technology Center (TC) for examination in turn
based on the date of entry into the national stage.
See MPEP § 1893.01(a). Thisiscommonly referred
toasthe“35 U.S.C. 371(c)” date of the application.

If an international preliminary examination report
(IPER) prepared by the United States International
Preliminary Examining Authority or a written
opinion on theinternational application prepared by
the United States I nternational Searching Authority
states that the criteria of novelty, inventive step
(non-obviousness), and industrial applicability, as
definedin PCT Article 33(1) - (4) have been satisfied
for al of the claims presented in the application
entering the national stage, the national stage search
fee is reduced and the national stage examination
feeisreduced. See 37 CFR 1.492(b)(1) and 37 CFR
1.492(c)(1). Such applications may be amended only
to the extent necessary to eliminate objections asto
form or cancel rejected claims, and they will be
advanced out of turn for examination. See MPEP §
708 for adiscussion of the order of examination of
applications by examiners.

Once the national stage application has been taken
up by the examiner, prosecution proceedsin the same
manner as for a domestic application with the
exceptions that:

(A) theinternational filing date (or, if

appropriate, the priority date) isthe date to keep in
mind when searching the prior art; and
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(B) unity of invention proceeds asunder 37 CFR
1.475.

1893.03(a) How To Identify That an
Application Isa U.S. National Stage
Application [R-01.2024]

Applicant’sinitial submission under 35 U.S.C. 371
must be identified as a submission to enter the
national stage under 35 U.S.C. 371. See 37 CFR
1.495(q). If the initial submission does not include
any indication that the submission is made under 35
U.S.C. 371, the application will be treated as an
application filed under 35 U.S.C. 111(a) (unlessthe
submission is clearly identified as a submission
pursuant to 35 U.S.C. 154(d)(4) for the purpose of
obtaining provisional rights). See 37 CFR 1.417.
Thus, if applicant wishesthe application to be treated
as a filing under 35 U.S.C. 111(a), the originally
filed application papers need indicate simply that
the papers are for anew U.S. patent application. If,
however, applicant is submitting papers for entry
into the national stage of a PCT application, or to
establish an effective date for provisiona rights
resulting from thefiling of a PCT application under
35 U.S.C. 154(d), applicant must so state.

When filing an application via the USPTO patent
electronic filing system, the “File new submission”
screen allows the user to select the type of filing
being made, e.g., “ Utility Nonprovisional” or “371
National Stage.” Selecting “371 National Stage” as
thetype of filing on this screen will serveto identify
the submission asanational stage submission under
35 U.S.C. 371. Applicants seeking to enter the
national stage are also advised to use transmittal
Form PTO-1390, as this form clearly indicates that
thesubmissionisunder 35 U.S.C. 371. Theinclusion
with the initial application submission of an
inventor's oath or declaration identifying the
international application by international application
number as the application to which the oath or
declaration is directed is considered an indication
that the application was submitted under 35 U.S.C.
371. However, claiming priority of an international
application in an oath or declaration will not serve
to indicate a submission under 35 U.S.C. 371.

Examination of the original application papersoccurs
in the Office of Patent Application Processing
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(OPAP) where it is determined whether applicant
has asked that the papers be treated as a submission
to enter the national stage under 35 U.S.C. 371. If
the application is accepted for entry into the national
stage, the file wrapper will contain a“NOTICE OF
ACCEPTANCE OF APPLICATION UNDER 35
USC. 371 AND 37 CFR 1495 (Form
PCT/DO/EO/903) indicating acceptance of the
application as a national stage submission under 35
U.S.C. 371. Patent Data Portal recordswill indicate
that the application is a national stage entry of the
PCT application (e.g., under “Continuity & foreign
data’). Initially, the examiner should check the
application file for the presence of Form
PCT/DO/EO/903 and review the bib-data sheet for
an indication that the application is anational stage
entry (371) of the PCT application. If neither of these
indications are present, in the absence of evidence
to the contrary (i.e., an indication in the originally
filed application papersthat processing as anational
stage is desired), the application may be treated as
afiling under 35 U.S.C. 111(a). If both indications
are present, the application should be treated as a
submission under 35 U.S.C. 371.

The examiner is advised to consult the International
Patent Legal Administration if there isany question
asto whether the application should be treated under

35U.S.C. 111(a) or 371.

CONFLICTING INSTRUCTIONS

Where gpplicant’sinitial submission under 35 U.S.C.
371 contains conflicting instructions as to whether
the filing is under 35 U.S.C. 111(a) or 35 U.S.C.
371, the application will be treated in accordance
with 37 CFR 1.495(g). Note that 37 CFR 1.495(g)
in effect prior to September 16, 2012, provided that
an application submission containing conflicting
instructions as to treatment under 35 U.S.C. 371 or
111(a) was to be treated under 35 U.S.C. 111(a).
However, 37 CFR 1.495(g) was amended with effect
on September 16, 2012 to provide that conflicting
indicationswill result in the application being treated
asanational stage submission under 35 U.S.C. 371.

A conflicting instruction will be present, for
example, where applicant, in the initial submission
under 35 U.SC. 371, sdects “Utility
Nonprovisional” as the new submission type when
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submitting the application in the USPTO patent
electronic filing system, includes a “ Utility Patent
Application Transmittal” (Form PTO/AIA/15 or
PTO/SB/05), or includes a benefit claim under 35
U.S.C. 120 to the international application. As
additional examples, a conflicting instruction will
be present where applicant includes in an initia
filing under 35 U.S.C. 111(a) a“Transmittal Letter
To The United States Designated/Elected Office
(DO/EO/US) Concerning A Submission Under 35
U.S.C. 371" (Form PTO-1390) or an indication (for
example, on the application data sheet) that the
application is the national stage (or 371) of an
international application.

The examiner is advised to contact the International
Patent Legal Administration if thereisany question
as to whether an application has been properly
treated, or should have been treated, as a national
stage application under 35 U.S.C. 371.

1893.03(b) TheFiling Dateof aU.S. National
Stage Application [R-01.2024]

An international application designating the U.S.
has two stages (international and national) with the
filing date being the same in both stages. Often the
date of entry into the national stageis confused with
the filing date. It should be borne in mind that the
filing date of the international stage application is
also thefiling date for the national stage application.
Specifically, 35 U.S.C. 363 provides that

An international application designating the
United States shall have the effect, from its
international filing date under Article 11 of the
treaty, of a national application for patent
regularly filed in the Patent and Trademark
Office.

Similarly, PCT Article 11(3) provides that

...an internationa filing date shall have the
effect of aregular national application in each
designated State as of the international filing
date, which date shall be considered to be the
actua filing date in each designated State.
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National stage applications are ordinarily taken up
for action based on the date of entry into the national
phase. See MPEP § 1893.01 regarding entry into the
national stage. Because the date of entry isdependent
upon receipt of certain items required under 35
U.S.C. 371(c), this date is aso referred to as the
“371(c) date.” The 371(c) date, not the international
filing date, is the date that appearsin the “Filing or
371(c) Date” box on the filing receipt and the
application data sections of the Patent Data Portal
and the USPTO patent electronic filing system.

The NOTICE OF ACCEPTANCE OF
APPLICATION UNDER 35 U.S.C. 371 AND 37
CFR 1.495 (Form PCT/DO/EO/903) indicates the
371(c) date of the national stage application. Because
of changes implemented pursuant to the America
Invents Act (AlA), and in particular, the ability to
postpone the submission of the oath or declaration
required under 35 U.S.C. 371(c)(4) under certain
conditions, the requirements for entry into the
national stage, and thus the determination of the
371(c) date, are different based on the international
filing date of the national stage application. See
MPEP 8§ 1893.03. Form PTO/DO/EO/903 in a
national stage application having an international
filing date prior to September 16, 2012 identifiesthe
371(c) date as the date of receipt of the 35 U.S.C.
371(c)(1), (©)(2), and (c)(4) requirements, while
Form PTO/DO/EO/903 in a national stage
application having an international filing date on or
after September 16, 2012 identifies the 371(c) date
as the date of receipt of the 371(c)(1) and (c)(2)
requirements. Filing receiptsare mailed concurrently
with the mailing of the Form PCT/DO/EO/903.

The “Date of Completion of all 35 U.S.C. 371
Requirements’ included on the NOTICE OF
ACCEPTANCE OF APPLICATION UNDER 35
USC. 3717 AND 37 CFR 1495 (Form
PCT/DO/EO/903) in pre-AlA national stage
applications is relevant for purposes of patent term
adjustment under  former 35 U.S.C.
154(b)(1)(A)(i)(I1) when the Office has failed to
mail at least one of a notification under 35 U.S.C.
132 or anotice of alowance under 35 U.S.C. 151
not later than fourteen months after the date on which
therequirementsunder 35 U.S.C. 371 werefulfilled.
This date isthe latest of:
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(A) thedate of submission of the basic national
fee;

(B) thedate of submission or communication of
the copy of the international application;

(C) the date of submission of the trandation of
the international application if the international
application is not in the English language;

(D) the date of submission of an oath or
declaration of the inventor in compliance with 35
U.S.C. 371(c)(4);

(E) theearlier of 30 months from the priority
date or the date of request for early processing under
35 U.S.C. 371(f) if requested prior to 30 months
from the priority date (Form PCT/DO/EO/903 will
indicate the date early processing was requested);

(F) if arequest for early processing has not been
requested prior to 30 months from the priority date,
the date of submission of any trandation of the
annexesto theinternational preliminary examination
report if the translation of the annexes arefiled
within the time period set in a Notification of
Missing Requirements (Form PCT/DO/EO/905)
requiring either an English trand ation of the
international application or an oath or declaration;
and

(G) the date of submission of any surcharge for
submitting the oath or declaration later than 30
months from the priority date.

The AIA Technical Corrections Act, enacted on
January 14, 2013, amended 35 U.SC.
154(b)(2)(A)(i)(I1) to change “the date on which an
international application fulfilled the requirements
of section 371" to “the date of commencement of
the national stage under section 371 in an
international application.” See Public Law 112-274,
126 Stat. 2456 (2013). Thus, under the AIA
Technical Corrections Act, the fourteen-month
period in 35 U.S.C. 154(b)(1)(A)(i) for a national
stage application is measured from the date of
commencement of the national stage under 35 U.S.C.
371 inaninternational application.
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1893.03(c) ThePriority Date, Priority Claim,
and Priority Papersfor aU.S. National Stage
Application [R-10.2019]

A U.S. national stage application may be entitled to:
(A) aright of priority under 35 U.S.C. 119(a) and
365(b) based on a prior foreign application or
international application designating at least one
country other than the United States; and (B) the
benefit of an earlier filed U.S. national application
or international application designating the United
States pursuant to 35 U.S.C. 119(e) or 35 U.S.C. 120

and 365(c).

I. RIGHT OF PRIORITY UNDER 35 U.S.C. 119(a)
and 365(b)

Pursuant to 35 U.S.C. 365(b) a U.S. national stage
application shall be entitled to a right of priority
based on a prior foreign application or international
application designating at least one country other
than the United States in accordance with the
conditions and requirements of 35 U.S.C. 119(a) and
thetreaty and the PCT regulations. Seein particular
PCT Article 8 and PCT Rules 4.10 and 26 bis . To
obtain priority inthe U.S. national stage application
to such applications, the priority must have been
timely clamed in the international stage of the
international application. See 37 CFR 1.55(d)(2). In
the event that aclaim of foreign priority isnot timely
made in the international stage, the priority claim
may be made in the U.S. national stage application
upon petition under 37 CFR 1.55(g), if the entire
delay between the date the priority claim was due
under PCT Rule 26 bis and the date the claim is
filed is unintentional .

Note that in U.S. national stage applications it is
permissible, but not required, to present the claim
for priority in an application data sheet. A proper
claim for priority will be acknowledged (subject to
the paragraph below) and the national stage
application filewill then be checked to seeif thefile
contains a copy of the certified copy of the priority
document submitted to the International Bureau. See
subsection I below for further information
concerning the certified copy of the priority
document.
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International applications filed on or after April 1,
2007 are subject to amended PCT Rules permitting
restoration of a right of priority. See MPEP §
1828.01. Consequently, international applications
filed on or after April 1, 2007 may claim priority to
a foreign application filed more than 12 months
before thefiling date of the international application.
Such a priority claim will be effective in the U.S.
national stage if the right of priority has been
restored under PCT Rule 26 bis.3 during the
international stage. See 37 CFR 1.55(c).

Furthermore, the right of priority may be restored
in a U.S. national stage application upon petition
under 37 CFR 1.55(c). Restoration of the right of
priority upon petition under 37 CFR 1.55(c) is not
limited to applications having an international filing
date of April 1, 2007 or later. It should be noted that
where apetition under 37 CFR 1.55(c) is necessary
torestoretheright of priority inaU.S. national stage
application, a petition under 37 CFR 1.55(e) to add
adelayed priority claim will also be required where
the priority claim was not properly made within the
time limit set forth in the PCT and the Regulations
under the PCT. 37 CFR 1.55(d)(2).

For acomparisonwith 35 U.S.C. 119(a) - (d) priority
claimsin anational application filed under 35 U.S.C.
111(a), see MPEP § 1895.01.

Il. THE CERTIFIED COPY

Therequirement in PCT Rule 17 for acertified copy
of the foreign priority application is normaly
fulfilled by applicant providing a certified copy to
the receiving Office or to the International Bureau,
or by applicant requesting the receiving Office to
prepare and transmit the priority document to the
International Bureau if the receiving Office issued
the priority document, or by applicant requesting the
International Bureau to obtain the priority document
fromadigital library. Pursuant to PCT Rule 17.1(a),
(b) or (b- bis), applicant must submit the certified
copy, request the receiving Office to prepare and
transmit the certified copy or request the
International Bureau to obtain the priority document
from a digital library, within 16 months from the
priority date. Where applicant has complied with
PCT Rule 17, the International Bureau will forward
a copy of the certified priority document to each
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Designated Office that has requested such document
with an indication that the priority document was
submitted in compliance with the rule and the date
the document was received by the International
Bureau. Thisindication may bein theform of either
a cover sheet attached to the copy of the priority
document or a WIPO stamp on the face of the
certified copy. The U.S. Patent and Trademark
Office, asaDesignated Office, will normally request
the International Bureau to furnish the copy of the
certified priority document upon receipt of
applicant’s submission under 35 U.S.C. 371 to enter
the U.S. nationa phase. The copy from the
International Bureau is placed in the U.S. national
stage file. The copy of the priority document
received from the International Bureau with either
of the indications above is acceptable to establish
that applicant hasfiled acertified copy of the priority
document in compliance with 37 CFR 1.55(f). The

Rev. 01.2024, November 2024

MANUAL OF PATENT EXAMINING PROCEDURE

examiner should acknowledge in the next Office
action that the copy of the certified copy of the
foreign priority document has been received in the
national stage application from the International
Bureau.

On the following pages, note the examples of
acceptable indications in the form of :

(A) acover sheet indicating receipt by the
International Bureau on 12 April 2018 (12.04.2018)
and compliance with PCT Rule 17.1(a), (b) or
(b- bis) in the “Remark” section; and

(B) the stamp (box) in the upper right hand
section indicating receipt by the International Bureau
(WIPO) on 30 December 2002 and the stamped
indication"PRIORITY DOCUMENT SUBMITTED
OR TRANSMITTED IN COMPLIANCEWITH
RULE 17.1(a) OR (b)."

1800-184



PATENT COOPERATION TREATY §1893.03(c)

WIPO

WORLD
INTELLECTUAL PROPERTY
ORGANIZATION

DOCUMENT MADE AVAILABLE UNDER THE
PATENT COOPERATION TREATY (PCT)

International application number: PCT/JP2018/012345
International filing date: 27 March 2018 (27.03.2018)
Document type: Certified copy of priority document
Document details: Country/Office: JP

Number: 2017-075548

Filing date: 05 April 2017 (05.04.2017)
Date of receipt at the International Bureau: 12 April 2018 (12.04.2018)

Remark: Priority document submitted or transmitted to the International Bureau in compliance with Rule
17.1(a),(b) or (b-bis)

34, chemin des Colombettes
12171 Geneva 20, Switzerland

WWW.Wipo.int
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PCT/AU02/01658

%g;rRIA_lELV

peep 30 DEC 2002
I B

ix PRIORITY | Patent Office

DOCU].V]ENT l[ Canberra

| SUBMITTED OR TRANSMITTED IN l

‘ll COMPLIANCE WITH RULE 17.1(z) OR (b) )

}

L

1, JONNE YABSLEY, TEAM LEADER EXAMINATION SUPPORT AND
SALES hereby certify that annexed is a true copy of the Complete specification
in connection with Innovation Patent No. 2001100629 for a patent by
WESTAFLEX (AUSTRALIA) PTY. LTD. as filed on 07 December 2001.

WITNESS my hand this
Nineteenth day of December 2002

Jefetets

JONNE YABSLEY
TEAM LEADER EXAMINATION
SUPPORT AND SALES
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If the International Bureau is unable to forward a
copy of the certified priority document to the U.S.
Patent and Trademark Office, then applicant must
provide a certified copy of the priority document
during the national stage, unless the requirements
of 37 CFR 1.55(h) or 37 CFR 1.55(i) have been met.
For international applications in which the U.S.
national stage commenced under 35 U.S.C. 371 on
or after December 18, 2013, applicant must submit
the certified copy within the later of four months
from the date of entry into the U.S. national stage
asset forthin 37 CER 1.491 or sixteen months from
thefiling date of the prior-filed foreign application.
See 37 CFR 1.55(f)(2). A delay infiling the certified
copy under 37 CFR 1.55(f)(2) may be excused upon
petition under 37 CFR 1.55(f)(3). The International
Bureau may not forward a copy of the priority
document because the certified priority document
was not furnished in compliance with PCT Rule
17.1(a), (b) or (b _-bis) or applicant requested
examination to begin pursuant to 35 U.S.C. 371(f)
prior to availability of the priority document from
the International Bureau. If the priority claim was
not in accordancewith PCT Rule 4.10 or the priority
document was not provided in accordance with PCT
Rule 17.1(a), (b) or (b -bis), the copy of the priority
document will not have been provided by the
International Bureau. If acopy of theforeign priority
document isnot in the national stage applicationfile
but applicant asserts that a certified copy of the
priority document was timely furnished under PCT
Rule 17 intheinternational phase, then the examiner
should consult with a Quality Assurance Specialist
in his or her Technology Center or a PCT Special
Program Examiner.

I11. BENEFIT CLAIM UNDER 35U.S.C. 119(¢), OR
120 AND 365(c)

A national stage application may include a benefit
claim under 35 U.S.C. 119(e), or 120 and 365(c) to
aprior U.S. national application or under 35 U.S.C.
120 and 365(c) to a prior international application
designating the U.S. The conditions for according
benefit under 35 U.S.C. 120 are as described in
MPEP 8§ 201.07, 201.08, and 211 et seq. and are
similar regardiess of whether the U.S. national
applicationisanational stage application submitted
under 35 U.S.C. 371 or anational application filed

under 35 U.S.C. 111(a).
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The conditionsfor according benefit of aprovisiona
application under 35 U.S.C. 119(e) are also similar
for national stage applicationsand applicationsfiled
under 35 U.S.C. 111(a), and the conditions are

described in MPEP § 211.01(a).

In order for a national stage application (of
international application X") to obtain benefit under
35 U.SC. 119(e) of a prior U.S. provisiona
application, the national stage application must
comply with the requirements set forth in 37 CFR
1.78(a). 37 CFR 1.78(a)(2) requires that the prior
provisional application must be entitled to a filing
date as set forth in 37 CFR 1.53(c), and the basic
filing fee set forth in 37 CFR 1.16(d) must be paid
on the provisional application within the time period
set forth in 37 CFR 1.53(g). Additionally, the
provisional application must name as an inventor at
least one inventor named in the later filed
international application “X” and disclose the named
inventor’sinvention claimed in at |east one claim of
thenational stage application inthe manner provided
by thefirst paragraph of 35 U.S.C. 112. The national
stage application must contain a reference to the
provisional applicationidentifyingit asaprovisiona
application, and including the provisional application
number (series code and seria number). If the
national stage application hasan international filing
date prior to September 16, 2012, then the reference
must be in either an application data sheet (37 CFR
1.76) or in the first sentence(s) of the specification.
See pre-AlA 37 CFR 1.78(a)(5)(iii). If the national
stage application has an international filing date that
ison or after September 16, 2012, then thereference
must be in an application data sheet (37 CFR 1.76).
See 37 CFR 1.78(a)(3). However, the requirement
for inclusion of the benefit claim in an application
data sheet will be satisfied in a U.S. national stage
application by the presentation of such benefit claim
in the PCT request form contained in the
international application or the presence of such
benefit claim on the front page of the published
international application. See 37 CFR 1.76(qg). The
required reference to the earlier provisiona
application must be submitted within the time period
provided by 37 CFR 1.78(a)(4). Thistime period is
not extendable. However, if the entire delay, between
the date the claim was due under 37 CFR 1.78(a)(4)
and the date the claim was filed, was unintentional,
a petition under 37 CFR 1.78(c) may be filed to
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accept the delayed claim. If the provisiona
application was filed in a language other than
English, an English-language trandation of the
non-English language provisional application and a
statement that the translation is accurate will be
required. See MPEP § 211.01(a). If the trandation
and statement that the trangdlation is accurate were
not filed in the provisional application or in the
later-filed national stage application before
November 25, 2005, applicant will be notified and
given a period of time within which to file an
English-language translation and a statement that
the trandation is accurate in the provisiona
application, and a reply in the national stage
application that the tranglation and statement were
filed inthe provisiona application. Failureto timely
reply to such anotice will result in abandonment of
the national stage application. See 37 CFR

1.78(a)(5).

Public Law 106-113 amended 35 U.S.C. 119(e) to
eliminate the copendency requirement for a
nonprovisional application claiming benefit of a
provisional application. 35 U.S.C. 119(e)(2) as
amended became effective on November 29, 1999
and applies to provisional applications filed on or
after June 8, 1995. An international application
claiming benefit under 35 U.S.C. 365(c) and 35
U.S.C. 119(e) to aprior filed provisional application
must be filed within twelve months of thefiling date
of the provisiona application. The Director may
extend the twelve month statutory period by an
additional two monthsin situationswherethefailure
to file the international application under 35 U.S.C.
363 was unintentional. See 35 U.S.C. 119(e).

International applications filed on or after April 1,
2007 are subject to amended PCT Rules permitting
restoration of a right of priority. See MPEP §
1828.01. Consequently, international applications
filed on or after April 1, 2007 may claim the benefit
of a provisiona application filed more than 12
months before the filing date of the international
application. Such a benefit claim will be effective
in the U.S. nationa stage if the benefit of the
provisional application has been restored under PCT
Rule 26 bis.3 during the international stage. See 37
CFR 1.78(b).
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Furthermore, the benefit of aprovisional application
may berestored inaU.S. national stage application
upon petition under 37 CFR 1.78(b). Restoration of
the benefit of aprovisiona application upon petition
under 37 CFR 1.78(b) is not limited to applications
having an international filing date of April 1, 2007
or later. It should be noted that where a petition
under 37 CFR 1.78(b) is necessary to restore the
benefit of aprovisiona applicationinal.S. national
stage application, a petition under 37 CFR 1.78(c)
to add a delayed benefit claim will aso be required,
unless the benefit claim was timely made under 37
CFER 1.78(a)(4) (whichincludes, inter alia, making
the benefit claim during the international stage).

In order for a national stage application (of
international application “X") to obtain benefit under
35 U.S.C. 120 and 365(c) of aprior filed copending
nonprovisional application or prior filed copending
international application designating the United
States of America, the national stage application
must comply with the requirements set forth in 37
CFER 1.78(d). The prior nonprovisional application
or international application must name as an inventor
at least one inventor named in the later filed
international application “X” and disclose the named
inventor’sinvention claimed in at |east one claim of
thenational stage application inthe manner provided
by thefirst paragraph of 35 U.S.C. 112. The national
stage application must contain a reference to the
prior nonprovisional or international application
identifying it by application number (series code and
serial number) or international application number
and international filing date and indicating the
relationship of the applications. If the national stage
application has an international filing date prior to
September 16, 2012, then the reference must be in
either an application data sheet (37 CFR 1.76) or in
thefirst sentence(s) of the specification. Seepre-AlA
37 CFR 1.78(a)(2)(iii). If national stage application
has an international filing date that is on or after
September 16, 2012, then the reference must be in
an application datasheet (37 CFR 1.76). See 37 CFR
1.78(d)(2). However, the requirement for inclusion
of the benefit claim in an application data sheet will
be satisfied in a U.S. national stage application by
the presentation of such benefit claim in the PCT
Request form contained in the international
application or the presence of such benefit claim on
the front page of the published international
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application. See 37 CFR 1.76(g). The required
reference to the earlier filed application must be
submitted within thetime period set forthin 37 CFR
1.78(d)(3). This time period is not extendable and
failureto timely submit therequired referenceto the
earlier application will be considered a waiver of
any benefit under 35 U.S.C. 120, 121, or 365(c) to
such prior-filed application. See 37 CFR 1.78(d)(3).
However, if the entire delay, between the date the
claimwasdue under 37 CFR 1.78(d)(3) and the date
the claim was filed, was unintentional, a petition
under 37 CFR 1.78(e) may be filed to accept the
delayed claim.

A prior filed nonprovisional applicationiscopending
with the national stage application if the prior U.S.
national application was pending on the international
filing date of the national stage application.

A prior-filed international application designating
the United States of Americais copending with the
national stage application if the prior international
application was not abandoned or withdrawn, either
generally or as to the United States, on the
international filing date of the nationa stage
application.

Note: a national stage application submitted under
35 U.S.C. 371 may not claim benefit of the filing
date of the international application of which it is
the national stage since its filing date is the
international  filing date of the international
application. See also MPEP § 1893.03(b). Stated
differently, since the international application isnot
an earlier application (it has the same filing date as
the national stage), a benefit claim under 35 U.S.C.
120 in the nationa stage to the international
application is inappropriate.

For acomparison with 35 U.S.C. 120 benefit claims
in a national application filed under 35 U.S.C.
111(a), see MPEP § 1895.

1893.03(d) Unity of Invention [R-01.2024]

37 CFR 1.499 Unity of invention during the national stage

If the examiner findsthat anational stage application lacks unity
of invention under 8 1.475, the examiner may in an Office action
require the applicant in the response to that action to elect the
invention to which the claims shall be restricted. Such

1800-189

§ 1893.03(d)

requirement may be made before any action on the merits but
may be made at any time before thefinal action at the discretion
of the examiner. Review of any such requirement is provided
under 88 1.143 and 1.144.

PCT Rule 13 was amended effective July 1, 1992.
37 CFR 1.475 was amended effective May 1, 1993
to correspond to PCT Rule 13.

Examiners are reminded that unity of invention
analysis (not an independent and distinct analysis)
isapplicablein national stage applications submitted
under 35 U.S.C. 371. Restriction practice in
accordance with 37 CFR 1.141-1.146 continues to
apply to U.S. national applications filed under 35
U.S.C. 111(a), evenif the application filed under 35
U.S.C. 111(a) claims benefit under 35 U.S.C. 120
and 365(c) to an earlier international application
designating the United States or to an earlier U.S.
national stage application submitted under 35 U.S.C.
371.

The sections of the MPEP relating to double
patenting rejections (MPEP_§ 804), election and
reply by applicant (MPEP § 818), and rejoinder of
nonelected inventions (MPEP § 821.04) generally
also apply to national stage applications submitted
under 35 U.S.C. 371. See MPEP § 823. Review of
alack of unity requirement is provided for under 37
CFR 1.143 and 1.144. See 37 CFR 1.499 and MPEP

1002.02(c).

When making a lack of unity requirement, the
examiner must (1) list the different groups of claims
and (2) explain why each group lacks unity with
each other group (i.e., why thereisno single genera
inventive concept) specifically describing the unique
special technical featurein each group. The examiner
may make alack of unity requirement in a national
stage application even if no such requirement was
made by the ISA or IPEA.

The principles of unity of invention are used to
determine the types of claimed subject matter and
the combinations of claims to different categories
of invention that are permitted to be included in a
single international or national stage patent
application. See MPEP _§ 1850 for a detailed
discussion of Unity of Invention. The basic principle
is that an application should relate to only one
invention or, if thereis more than oneinvention, that
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applicant would have aright to include in a single
application only thoseinventionswhich are so linked
asto form asingle general inventive concept.

A group of inventions is considered linked to form
a single general inventive concept where thereis a
technical relationship among the inventions that
involves at least one common or corresponding
specia technical feature. The expression special
technical features is defined as meaning those
technical featuresthat define the contribution which
each claimed invention, considered as a whole,
makes over the prior art. For example, a
corresponding technical feature is exemplified by a
key defined by certain claimed structural
characteristics which correspond to the claimed
features of alock to be used with the claimed key.
Note also the examples contained in Chapter 10 of
the International Search and Preiminary
Examination Guidelines which can be obtained from
the Patent Examiner’s Toolkit or WIPO's website
(www.wipo.int/pct/en/texts/gdlines.html).

A processis* specialy adapted” for the manufacture
of a product if the claimed process inherently
produces the claimed product with the technical
relationship being present between the claimed
process and the claimed product. The expression
“gpecially adapted” does not imply that the product
could not also be manufactured by a different
process.

An apparatus or means is specifically designed for
carrying out the process when the apparatus or means
is suitable for carrying out the process with the
technical relationship being present between the
claimed apparatus or means and the claimed process.
The expression specifically designed does not imply
that the apparatus or means could not be used for
carrying out another process, nor doesit imply that
the process could not be carried out using an
aternative apparatus or means.

Note: the determination regarding unity of invention
is made without regard to whether a group of
inventions is claimed in separate clams or as
aternatives within asingle claim. The basic criteria
for unity of invention are the same, regardless of the
manner in which applicant chooses to draft aclaim
or claims.
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If an examiner (1) determinesthat the claims do not
meet the unity of invention requirement and (2)
requires election of a single invention, when all of
the claims drawn to the elected invention are
allowable (i.e., meet the requirements of 35 U.S.C.
101, 102, 103 and 112), the nonelected invention(s)
should be considered for rejoinder. Any nonelected
product claim that requires al the limitations of an
alowable product claim, and any nonel ected process
claim that requiresall the limitations of an allowable
process claim, should be rejoined. See MPEP §
821.04. Any nonelected processes of making and/or
using an allowabl e product should be considered for
rejoinder. The examiner should notify applicants of
potential rejoinder of non-elected process claims by
placing form paragraph 8.21.04 at the end of any
lack of unity determination made between aproduct
and a process of making the product or between a
product and a process of using the product.

FORM PARAGRAPHSFOR LACK OF UNITY IN
NATIONAL STAGE APPLICATIONS

9 18.18 Heading for Lack of Unity Action in National Stage
Applications Submitted Under 35 U.S.C. 371 (Including
Species)

REQUIREMENT FOR UNITY OF INVENTION

As provided in 37 CFR 1.475(a), a national stage application
shall relate to one invention only or to agroup of inventions so
linked as to form a single genera inventive concept
(“requirement of unity of invention”). Where a group of
inventions is claimed in a national stage application, the
requirement of unity of invention shall be fulfilled only when
there is a technical relationship among those inventions
involving one or more of the same or corresponding special
technical features. The expression “special technical features’
shall mean those technical features that define a contribution
which each of the claimed inventions, considered as a whole,
makes over the prior art.

The determination whether a group of inventions is so linked
as to form a single general inventive concept shall be made
without regard to whether theinventions are claimed in separate
claims or as dternatives within a single claim. See 37 CFR

1.475(e).
When ClaimsAre Directed to Multiple Categories of Inventions:

As provided in 37 CFR 1.475(b), a national stage application
containing claims to different categories of invention will be
considered to have unity of invention if the claims are drawn
only to one of the following combinations of categories:

(1) A product and a process specially adapted for the
manufacture of said product; or

(2) A product and a process of use of said product; or
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(3) A product, aprocess specially adapted for the
manufacture of the said product, and a use of the said product;
or

(4) A process and an apparatus or means specifically
designed for carrying out the said process; or

(5) A product, aprocess specially adapted for the
manufacture of the said product, and an apparatus or means
specifically designed for carrying out the said process.

Otherwise, unity of invention might not be present. See 37 CFR
1.475(c).

Examiner Note:

1. Beginall Lack of Unity actionsin national stage
applications submitted under 35 U.S.C. 371 (including species)
with this heading.

2. Follow withform paragraph 18.19 or 18.20, as appropriate.

3. For lack of unity during the international phase, use form
paragraph 18.05 instead of this form paragraph.

1 18.19 Restriction Requirement in National Stage
Applications Submitted Under 35 U.S.C. 371

Restriction is required under 35 U.S.C. 121 and 372.

This application contains the following inventions or groups of
inventions which are not so linked as to form a single general
inventive concept under PCT Rule 13.1.

In accordance with 37 CFR 1.499, applicant isrequired, inreply
to this action, to elect a single invention to which the claims
must be restricted.

Examiner Note:

1. Thisform paragraph isto be used when making arestriction
requirement in anational stage application submitted under 35
U.S.C. 371.

2. Thisform paragraphisto be followed by form paragraphs
18.06 - 18.06.02, as appropriate, and by form paragraphs 18.07
- 18.07.02, as appropriate.

3. All restriction requirements between a product/apparatus
and a process of making the product/apparatus or between a
product and a process of using the product should be followed
by form paragraph 8.21.04 to notify the applicant that if all
product/apparatus claims are found allowable, process claims
that require al thelimitations of the patentable product/apparatus
should be considered for rejoinder.

4. Whenadl of the claimsdirected to the elected invention are
in condition for allowance, the propriety of the restriction
requirement should be reconsidered to verify that the non-elected
claims do not share a same or corresponding technical feature
with the alowable claims.

1 8.21.04 Notice of Potential Regjoinder of Process Claims

The examiner has required restriction between product and
process claims. Where applicant elects claims directed to the
product/apparatus, and all product/apparatus claims are
subsequently found allowable, withdrawn process claims that
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include al the limitations of the allowable product/apparatus
claims should be considered for rejoinder. All claims directed
to anonelected processinvention must include dl the limitations
of an alowable product/apparatus claim for that process
invention to be rejoined.

Inthe event of rejoinder, the requirement for restriction between
the product/apparatus claims and the rejoined process claims
will bewithdrawn, and the rejoined process claimswill befully
examined for patentability in accordance with 37 CFR 1.104.
Thus, to be allowabl e, the rejoined claims must meet all criteria
for patentability including the requirements of 35 U.S.C. 101,
102, 103 and 112. Until al clams to the elected
product/apparatus are found allowable, an otherwise proper
restriction requirement between product/apparatus claims and
process claims may be maintained. Withdrawn process claims
that are not commensurate in scope with an alowable
product/apparatus claim will not be rejoined. See MPEP §
821.04. Additionally, in order for rejoinder to occur, applicant
is advised that the process claims should be amended during
prosecution to require the limitations of the product/apparatus
claims. Failure to do so may result in no rejoinder. Further,
note that the prohibition against double patenting rejections of
35 U.S.C. 121 does not apply where the restriction requirement
is withdrawn by the examiner before the patent issues. See
MPEP § 804.01.

Examiner Note:

Thisform paragraph should appear at the end of any requirement
for restriction between a process and a product/apparatus for
practicing the process (see form paragraph 8.17), a
product/apparatus and a process of making the product/apparatus
(see form paragraph 8.18) or between a product/apparatus and
a process of using the product/apparatus (see form paragraph
8.20). See MPEP § 821.04 for rejoinder practice.

9 18.20 Election of Speciesin National Stage Applications
Submitted Under 35 U.S.C. 371

This application contains claims directed to more than one
species of the generic invention. These species are deemed to
lack unity of invention because they are not so linked asto form
asingle general inventive concept under PCT Rule 13.1.

The species are as follows:
(1]

Applicant is reguired, in reply to this action, to elect a single
speciesto which theclaimsshall berestricted if no generic clam
isfinally held to be allowable. The reply must also identify the
claims readable on the elected species, including any claims
subsequently added. An argument that a claim is allowable or
that all claims are generic is considered non-responsive unless
accompanied by an election.

Upon the allowance of ageneric claim, applicant will be entitled
to consideration of claimsto additional specieswhich arewritten
in dependent form or otherwise require al the limitations of an
alowed generic claim. Currently, the following claim(s) are
generic: [2].
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Examiner Note:

1. Thisform paragraphisto be used when making an election
of speciesrequirement in anational stage application submitted
under 35 U.S.C. 371.

2. Inbracket 1, identify the species from which an election
isto be made.

3. Inbracket 2, identify each generic claim by number or
insert the word --NONE--.

4. Thisform paragraph isto be followed by form paragraphs
18.07 - 18.07.03, as appropriate.

9 18.21 Election by Original Presentation in National Stage
Applications Submitted Under 35 U.S.C. 371

Newly submitted claim [1] directed to an invention that lacks
unity with the invention originally claimed for the following
reasons. [2]

Since applicant has received an action on the merits for the
origindly presented invention, this invention has been
constructively elected by original presentation for prosecution
on the merits. Accordingly, clam [3] withdrawn from
consideration as being directed to a nonelected invention. See
37 CFR 1.142(b) and MPEP § 821.03.

To preserve a right to petition, the reply to this action must
distinctly and specifically point out supposed errors in the
restriction requirement. Otherwise, the election shall be treated
as afina election without traverse. Traversal must be timely.
Failureto timely traverse the requirement will result in the loss
of right to petition under 37 CFR 1.144. If claims are
subsequently added, applicant must indicate which of the
subsequently added claims are readable upon the elected
invention.

Should applicant traverse on the ground that the inventions are
not patentably distinct, applicant should submit evidence or
identify such evidence now of record showing the inventions
to be obvious variants or clearly admit on the record that thisis
the case. In either instance, if the examiner finds one of the
inventions unpatentable over the prior art, the evidence or
admission may be used in a rejection under 35 U.S.C. 103 or
pre-AlA 35 U.S.C. 103(a) of the other invention.

1 18.22 Requirement for Election and Meansfor Traversal
in National Stage Applications Submitted Under 35 U.S.C.
371

Applicant is advised that the reply to this requirement to be
complete must include (i) an election of a species or invention
to be examined even though the requirement may be traversed
(37_CFR 1.143) and (ii) identification of the clams
encompassing the elected invention.

The election of an invention or species may be made with or
without traverse. To preserve a right to petition, the election
must be made with traverse. If the reply does not distinctly and
specifically point out supposed errors in the restriction
reguirement, the election shall be treated as an election without
traverse. Traversal must be presented at the time of election in
order to be considered timely. Failure to timely traverse the
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requirement will result in the loss of right to petition under 37
CFR 1.144. If claims are added after the election, applicant must
indicate which of these claims are readable on the elected
invention or species.

Should applicant traverse on the ground that the inventions have
unity of invention (37 CFR 1.475(a)), applicant must provide
reasons in support thereof. Applicant may submit evidence or
identify such evidence now of record showing the inventions
to be obvious variants or clearly admit on the record that thisis
the case. Where such evidence or admission is provided by
applicant, if the examiner finds one of the inventions
unpatentable over the prior art, the evidence or admission may
beusedinargectionunder 35 U.S.C. 103 or pre-AlA 35 U.S.C.
103(a)of the other invention.

Examiner Note:

1. Thisform paragraph should be used when requiring
restriction (including an election of species) in an application
that entered the national stage under 35 U.S.C. 371.

2. Thisform paragraph should follow form paragraph 8.23.01

when atelephone call was made that did not result in an election
being made.

1893.03(e) Documents Received from the
International Bureau and Placed in a U.S.
National Stage Application File [R-01.2024]

The national stage application includes documents
communicated by the International Bureau and
submissions from applicant. Some of the documents
from the International Bureau are identified in this
section with a brief note as to their importance to
the national stage application. The examiner should
review each such document and the important aspect
indicated.

|. THE PUBLICATION OF THE INTERNATIONAL
APPLICATION

The publication of the international application
includes

(A) acover page with the applicant/inventor
data, the application data (application number, filing
date, etc.) and the Abstract (and, if appropriate, a
figure of drawing),

(B) thedescription, claims and drawing parts of
the international application, and

(C) the search report (Form PCT/ISA/210), if
available.
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The publication may also include other items as set
forth in PCT Rule 48.

The cover pageisimportant asasource of the correct
application data, most importantly the filing date
and priority date accorded to the international
application. If the international application is
published in English, the Office will use the
description, claims, abstract and drawings as
published in the pamphlet for the U.S. national stage
application under 35 U.S.C. 371. The description,
clams and drawing parts of the international
application reflect the application subject matter on
the international filing date and are important for
comparison with any amendments to check for new
matter. The search report reflects the International
Searching Authority’s opinion regarding the prior
art.

The abstract is reproduced on the cover page of the
publication, even though it appears on a separate
sheet of the international application in accordance
with PCT Rule 11.4(a). The requirement of 37 CFR
1.52(b) that the abstract “commence on a separate
physical sheet or electronic page” does not apply to
the copy of the published international application
communicated to the designated Offices by the
International Bureau under PCT Article 20.
Accordingly, it isimproper for the examiner of the
U.S. national stage application to require the
applicant to provide an abstract commencing on a
separate sheet if the abstract does not appear on a
separate sheet in the publication of the international
application. Unlessthe abstract is properly amended
under the U.S. rulesduring national stage processing,
the abstract that appears on the cover page of the
published international application will be the
abstract published by the USPTO under 35 U.S.C.
122(b) and in any U.S. patent issuing from the
application.

[I. THE INTERNATIONAL PRELIMINARY
EXAMINATION REPORT AND THE
INTERNATIONAL PRELIMINARY REPORT ON
PATENTABILITY (CHAPTER | AND II)

When an international preliminary examination is
performed by an Internationa Preliminary
Examining Authority (IPEA), an international
preliminary examination report (IPER) is prepared
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on Form PCT/IPEA/409 by the |PEA and sent to the
elected Offices. This report reflects the IPEA’s
non-binding opinion regarding lack of unity of
invention, novelty, inventive step and industrial
applicability. Thel PER bearsthetitle” International
Preliminary Report on Patentability (Chapter 1l of
the Patent Cooperation Treaty)”.

If the applicant did not timely file a demand for
international preliminary examination with the |PEA,
then an “International Preliminary Report on
Patentability (Chapter | of the Patent Cooperation
Treaty)” reflecting the International Searching
Authority’s (ISA’s) non-binding opinion regarding
lack of unity of invention, novelty, inventive step
and industria applicability is sent to the designated
Offices.

The examiner may adopt any portion or al of the
report on patentability of the IPEA or ISA upon
consideration in the national stage so long as it is
consistent with U.S. practice. Thefirst Office action
on the merits should indicate the report on
patentability of the IPEA or | SA hasbeen considered
by the examiner. The indication may be a mere
acknowledgement.

The IPER may include annexes, i.e., amendments
totheinternational application that were made during
theinternational phase. See MPEP § 1893.01(a)(3).
These annexes will be placed in the U.S. national
stage application file. Consequently, if the
international application has been extensively
amended during the international stage, there may
be a number of different copies of the description,
claims and drawings present in the national stage
application file. The IPER may be consulted in Box
No. | “Basis of the report” to determine what pages
the report was based upon. Using the IPER as a
roadmap of what happened during Chapter 1l
examination will help determine which version
should be examined.

Original sheets, substitute sheets, rectified sheets,
and sheets that were incorporated by reference and
included as part of the application examined under
Chapter Il are listed in the IPER as “originaly
filed/furnished.” Replacement sheets showing
amendments made under PCT Article 19 or 34 and
considered during Chapter 1l are also listed. See
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MPEP § 1879. If the IPER was established in a
language other than English, the International Bureau
will trandate the IPER into English. However, the
International Bureau will not translate the annexes
to the IPER into English. Unless proper and timely
transations are furnished by the applicant, foreign
language annexes will be considered canceled. See
MPEP § 1893.01(a)(3). All replacement shests in
the international application are marked with the
international application number and the date of
receipt in the upper right-hand corner. Replacement
sheets that contain changes in format only and are
accepted by the receiving Office are marked as
“SUBSTITUTE SHEET” at the bottom of the page.
Replacement sheetsthat contain arectification of an
obvious error or mistake and are accepted by either
the ISA or the IPEA are marked as “RECTIFIED
SHEET (RULE 91)” at the bottom of the page.
Sheets that were incorporated by reference and
accepted by the receiving Office are marked as
“INCORPORATED BY REFERENCE (RULE
20.6).” Additionally, replacement sheets to the
claims submitted to the International Bureau as
Article 19 Amendments will be marked as
“AMENDED SHEET (Article 19)" at the bottom of
the page. Furthermore, replacement sheets to the
description, claims and drawings submitted to the
IPEA as Article 34 Amendments will be marked as
“AMENDED SHEET” at the bottom of the page.
The IPER will indicate in “Box No. | Basis of the
Report” that claim numbers submitted under either
PCT Article 19 or 34 have been considered and will
indicate the date they were received and the
replacement sheetswill be annexed tothe IPER. The
NOTICE OF ACCEPTANCE OF APPLICATION
UNDER 35 U.S.C. 371 AND 37 CFR 1.495 (Form
PCT/DO/EO/903) should also be consulted, as it
will indicate if the annexes or their translation have
not been entered.

1. THE PRIORITY DOCUMENT

See the discussion in MPEP § 1893.03(c).

IV. NOTIFICATION OF WITHDRAWAL

If the national stage application papers include an
indication that the international application or US
designation has been withdrawn, then the application
should be brought to the attention of the International
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Patent Legal Administration to determine whether
the withdrawal occurred prior to completion of the
requirements under 35 U.S.C. 371(c). If the
withdrawal occurred prior to completion of the
requirementsunder 35 U.S.C. 371(c), then entry into
the U.S. national stageis prohibited. See 35 U.S.C.
366. The indication of withdrawal may appear on a
Notification of Withdrawal (PCT/IB/307 or
PCT/RO/136), a Natification that International
Application Considered to Be Withdrawn (Form
PCT/RO/117), or other notification.

1893.03(e)(1) Title of the Invention
[R-08.2012]

In the absence of an application data sheet (37 CER
1.76) or preliminary amendment changing the title,
the Office will use the title of the invention that
appears on the first page of the description of the
published international application (if published
under PCT Article 21 in English) or the title that
appears on the first page of the description of the
English trandation of the international application
(if not published under PCT Article 21 in English)
in preparing the official filing receipt. If the title
does not appear on the first page of the description,
and an application data sheet or preliminary
amendment changing thetitle has not been furnished,
then the title will be taken from the cover page of
the published international application. If applicant
furnishes an application data sheet or preliminary
amendment changing the title, the Office will use
thetitle asindicated in such document in preparing
the official filing receipt. If applicant submits both
an application data sheet and a preliminary
amendment, the later filed document will govern.
See 37 CFR 1.76(d)(1). An application data sheet
will govern over a concurrently filed preliminary
amendment. See 37 CFR 1.76(d)(2).

1893.03(f) Drawingsand PCT Rule 11
[R-07.2022]

The USPTO may not impose drawing requirements
during the examination of a national stage
application beyond those imposed by the Patent
Cooperation Treaty (e.g., PCT Rule 11). However,
the examiner does have the authority to require new
drawings if the drawings were published without
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meeting al requirements under the PCT for
drawings.

An applicant may file amended drawings in
accordance with 37 CFR 1.84 and 1.121(d) during
the national stage. This includes an amendment
seeking to replace black and white drawings with
color drawings accompanied by agrantable petition
to accept a color drawing and the necessary petition
fee. Guidance on review of apetition to accept color
drawingsis provided in MPEP § 608.02, subsection
VIII. In the event that an International Application
was filed with color drawings and published by the
International Bureau with only black and white
drawings, the applicant isentitled to rely on the color
drawingsthat were present on theinternationa filing
dateto determineif a subsequent amendment seeking
to add color drawings during the nationa stage
includes new matter.

1893.03(g) Information Disclosure Statement
in a National Stage Application [R-07.2015]

An extensive discussion of Information Disclosure
Statement practice is to be found in MPEP § 609.
Although not specifically stated therein, the duty to
disclose information material to patentability as
defined in 37 CFR 1.56 is placed on individuals
associated with the filing and prosecution of a
national stage application in the same manner asfor
adomestic national application. The averment with
respect to the duty under 37 CFR 1.56 required under
37 CFR 1.63(b)(3) in an oath or declaration is
applicable to oaths and declarations filed in U.S.
national stage applications. See 37 CFR 1.497(c).

When an international application isfiled under the
Patent Cooperation Treaty (PCT), prior art
documents may be cited by the examiner in the
international search report and/or the international
preliminary examination report. It is desirable for
the U.S. examiner to consider the documents cited
in theinternational application when examining the
U.S. national stage application or when examining
an application filed under 35 U.S.C. 111(a) which
claims the benefit of the international application
under 35 U.S.C. 365(a) or ().

When dl the requirements for a nationa stage
application have been completed, applicant is
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notified (Form PCT/DO/EO/903) of the acceptance
of the application under 35 U.S.C. 371, including
an itemized list of the items received. The itemized
list includes an indication of whether a copy of the
international search report and copies of the
references cited therein are present in the national
stagefile. The examiner will consider the documents
cited in the international search report and any
supplementary international search report under PCT
Rule45 bis , without any further action by applicant
under 37 CFR 1.97 and 1.98, when both the
international search report (or supplementary
international search report under PCT Rule 45 bis)
and copies of the documents are indicated to be
present in the national stage file. The examiner will
note the consideration in the first Office action.
There is no requirement that the examiners list the
documentson aPTO-892 form. Seeform paragraphs
6.53, 6.54, and 6.55 (reproduced in MPEP § 609.03).
Otherwise, applicant must follow the procedure set
forthin 37 CFR 1.97 and 1.98 in order to ensure that
the examiner considers the documents cited in the
international search report.

This practice applies only to documents cited in the
international search report relativeto anational stage
application filed under 35 U.S.C. 371. It does not
apply to documents cited in an internationa
preliminary examination report that are not cited in
the search report. It does not apply to applications
filed under 35 U.S.C. 111(a) claiming the benefit of
an international application filing date.

1894 [Reserved]

1895 A Continuation, Divisional, or
Continuation- in- Part Application of a PCT
Application Designating the United States
[R-07.2015]

ItispossibletofileaU.S. nationa application under
35 U.S.C. 111(a) during the pendency (prior to the
abandonment) of an international application which
designatesthe United States without completing the
requirements for entering the national stage under
35 U.S.C. 371(c). The ability to take such action is
based on provisions of the United States patent |aw.
35 U.S.C. 363 provides that “[an international
application designating the United States shall have
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the effect, from its internationa filing date under
article 11 of the treaty, of a national application for
patent regularly filed in the Patent and Trademark
Office....” 35 U.S.C. 371(d) indicates that failure to
timely comply with the requirements of 35 U.S.C.
371(c) “shall be regarded as abandonment... by the
parties thereof...” It is therefore clear that an
international application which designatesthe United
States has the effect of a pending U.S. application
from the international application filing date until
its abandonment as to the United States. The first
sentence of 35 U.S.C. 365(c) specifically provides
that “[iln accordance with the conditions and
regquirements of section 120 of thistitle,... anational
application shall be entitled to the benefit of the
filing date of a prior international application
designating the United States” The condition of
35 U.S.C. 120 relating to the time of filing requires
the later application to be filed before the patenting
or abandonment of or termination of proceedingson
the first application. The filing of a continuation,
divisional, or continuation-in-part application of a
PCT application designating the United States is
known as a“bypass” application.

Continuation-in-part applications are generaly filed
in instances where applicants seek to add matter to
the disclosure which is not supported by the
disclosure of the international application as
originaly filed, as new matter may not be added to
a U.S. nationa stage application. See 37 CFR

1.121(f).

1895.01 Handling of and Considerationsin
theHandling of Continuations, Divisions, and
Continuations-In-Part of PCT Applications
[R-07.2022]

Pursuant to 35 U.S.C. 365(c), a regular national
application filed under 35 U.S.C. 111(a) and 37 CFR
1.53(b) (not under 37 CFR 1.53(d)) may claim
benefit of the filing date of an international
application which designatesthe United States. Thus,
rather than submitting a national stage application
under 35 U.S.C. 371, applicant may file a
continuation, divisional, or continuation-in-part of
theinternational (PCT) application under 35 U.S.C.
111(a). Such applications are often referred to as
“bypass’ applications.
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A typicd timelineinvolving acontinuing application
filed during the pendency of an international
application isillustrated as follows:

0 months 12 30

i . ] L
Priotity Appin Filed ~ Int'l Appln Filed Il Appln Abandoned
US Designated —

35 USC 111{a)

To obtain benefit under 35 U.S.C. 120 and 365(c)
of a prior international application designating the
U.S., the continuing application must:

(A) include a specific reference to the prior
international application

(B) be copending with the prior international
application, and

(C) have at least oneinventor in common with
the prior international application.

Withregardto (A), if the continuing application was
filed prior to September 16, 2012, the specific
reference to the international application required
under 35 U.S.C. 120 and 365(c) must either be
contained in thefirst sentence(s) of the specification
following thetitle or included in an application data
sheet. See 37 CFR 1.78(d)(2) and 37 CFR 1.78(h).
If the continuing application was filed on or after
September 16, 2012, the specific reference to the
international application required under 35 U.S.C.
120 and 365(c) must be contained in an application
datasheet. 37 CFR 1.78(d)(2). The specific reference
must identify the parent international application by
international application number and international
filing date and indicate the relationship of the
applications (i.e., continuation, continuation-in-part,
or division). See 37 CFR 1.78(d)(2) and MPEP §
211.02. The required reference must be submitted
within the time period provided by 37 CFR
1.78(d)(3). This time period is not extendable. A
certified copy of the international application (and
an English trandation of the internationa
application) may be required by the examiner to
perfect the claim for benefit under 35 U.S.C. 120
and 365(c) if the international application did not
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originate in the United States and such is necessary,
for example, where anintervening referenceisfound
and applied in arejection of one or more claims. If
the international application was published by the
International Bureau pursuant to PCT Article 21,
then a certified copy would not normaly be
necessary.

If benefit under 35 U.S.C. 119(e), and/or under 35
U.S.C. 120 and 365(c) isbeing claimed to an earlier
filed national application (or international application
designating the U.S) via an intermediate
international application designating the U.S., then
the intermediate international application must
contain aspecific referenceto the earlier application,
as required under 37 CFR 1.78. The specific
reference will usually beincluded on the cover page
of the published international application and/or may
appear in the first sentence(s) of the description of
the published application. A lack of a proper
reference in the published international application
does not necessarily mean that a proper referenceis
not contained in the intermediate international
application.  Accordingly, the international
application file (if the USPTO was the receiving
Office) may have to be inspected to determine
whether the requirements under 37 CFR 1.78 were
satisfied after publication of the international
application. For example, the intermediate
international application file may contain the specific
reference in a separate paper filed after publication
but during the pendency of the international
application, or adecision granting a petition to accept
alate benefit claim may be present in the application
file. See MPEP § 211.04. The examiner may contact
the International Patent Legal Administration for
assistance.

With regard to (B), a U.S. national application is
considered copending with a prior international
application designating the U.S. if the international
application was pending on the filing date of the
U.S. national application. Generally, except in cases
where the international application has been
withdrawn (either generally or as to the United
States), an international application becomes
abandoned as to the United States upon expiration
of 30 monthsfrom the priority date(i.e., the priority
date claimed in the international application or, if
no priority is claimed, the international filing date)

1800-197

§1895.01

unless a proper submission under 35 U.S.C. 371 to
enter the U.S. nationa phase is filed prior to the
expiration of this 30-month period. See MPEP 8§
1893.01(a)(1) and 1893.02. However, if the
international application isonewhere the 20-month
period from the priority date expired before April 1,
2002, then it was necessary to file ademand electing
the United States prior to the expiration of 19 months
from the priority date in order to extend the
international phase to 30 months from the priority
date. If such a demand was not timely filed, then
under former 37 CFR 1.494, such an international
application became abandoned at the expiration of
20 months from the priority date unless a proper
submission under 35 U.S.C. 371 to enter the U.S.
national phase was made prior to the expiration of
20 months from the priority date. Accordingly, if
the international application is not subject to the
filing of a demand in order to delay entry into the
U.S. national phase to 30 months from the priority
date, then a national application filed prior to the
expiration of this 30 month period will be copending
with the international application unless the
international application was withdrawn, either
generally or asto the United States, prior to thefiling
of the national application. To determine whether
the application was withdrawn, the examiner must
either review the Home Copy of the international
application file (if the USPTO was the receiving
Office), or require applicant to certify that the
international application was not withdrawn or
considered to be withdrawn, either generaly or as
to the United States, prior to the filing date of the
national application claiming benefit under 35 U.S.C.
120 and 365(c) to such international application. In
order to expedite examination, applicant should
certify at the time of filing a national application
claiming benefit under 35 U.S.C. 120 and 365(c) to
an international application that the international
application has not been withdrawn. If the national
application claiming benefit to the international
application was filed after the expiration of this
30-month period, then there will be no copendency
in the absence of atimely and proper submission to
enter the U.S. national phase under 35 U.S.C. 371.
The existence of a national stage application may
be checked through the Patent Data Portal and the
records of the national stage application should be
consulted to verify copendency. Additionaly, if the
20-month period from the priority date of the
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international application expired beforeApril 1, 2002
and the national application claiming benefit under
35 U.S.C. 120 and 365(c) was filed later than 20
months from the priority date of the international
application, the applicant may be required to submit
proof of the filing of a demand electing the United
States within 19 months from the priority date. This
proof may be in the form of a copy of the
“Notification of Receipt of Demand by Competent
International Preliminary Examining Authority”
(Form PCT/IPEA/402) showing the demand was
received prior to the expiration of 19 months from
the priority date, and a copy of the “Notification
Concerning Elected Offices Notified of Their
Election” (Form PCT/IB/332) showing the election
of the United States. If the parent international
application was not copending (i.e., abandoned or
withdrawn), benefit under 35 U.S.C. 120 is not
possible.

With regard to (C), inventors will normally be
identified on the cover page of the published
international  application. In addition, such
information isindicated in the PCT Gazette , which
isavailablein electronic form from WIPO’ swebsite
(www.wipo.int/pct/en/official_notices).

PRIORITY CLAIMSUNDER 35 U.S.C. 119 (a)-(d)

A claim for foreign priority under 35 U.S.C. 119(a)
- (d) must be made in the continuing application in
order to obtain the benefit of the filing date of the
prior filed foreign application. Thisistrueregardliess
of whether such a claim was made in the parent
international application. A foreign priority claimis
proper in the continuing application if the continuing
application or the parent international application
was filed not later than 12 months after the filing
date of the foreign application. See 37 CFR 1.55(b).
In addition, aforeign priority claim is proper in the
continuing application if the continuing application
or the parent international application wasfiled after
expiration of the 12 month period set forth in 37
CFR 1.55(b) but within two months from such
expiration, if the right of priority is restored under
37 CFR 1.55(c). The required claim must be made
within thetime period set forthin 37 CFR 1.55(d)(1).
This time period is not extendable. See MPEP §
214.01. A certified copy of any foreign priority
document must be provided by the applicant unless
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the requirements of 37 CFR 1.55(h) or 37 CFR
1.55(i) have been met or the parent international
application has entered the national stage under 35
U.S.C. 371 and the national stage application
containsthe priority document from the International
Bureau. See MPEP § 1893.03(c). In the latter case,
the applicant, in the continuing application, may
state that the priority document is contained in the
national stage application.

For adiscussion of U.S. national applications filed
under 35 U.S.C. 111(a) having foreign priority
claimsunder 35 U.S.C. 119(a) - (d) and 365(a) to a
prior international application designating at least
one country other than the United States, see M PEP
§ 213.01.

1896 The Differences Between a National
Application Filed Under 35U.S.C. 111(a) and
a National Stage Application Submitted
Under 35 U.S.C. 371 [R-01.2024]

The following section describes some differences
between a U.S. national application filed under
35 U.S.C. 111(a), including those claiming benefit
of a PCT application under 35 U.S.C. 120 (a
continuation, division, or a continuation-in-part
of a PCT application), and a U.S. national stage
application (submitted under 35 U.S.C. 371).

Chart of Some Common Differences

National National Stage
Applications  Applications
(filed under 35 (submitted
U.S.C.111(a)) wunder 35U.S.C.
371)
Filing Date see 37 CFR International
1.53(b) filing date of PCT
application
3B U.SC. Claimfor priority Claimfor priority
119(a) - (d) inaccordance  in accordance
Priority with 37 CFR with 37 CFR
Requirement  1.55(d)(1) 1.55(d)(2) Copy
Certified copy  of certified
provided by priority document
applicant in provided by the
accordance with  International
37 CFR Bureau or in

1.55(f)(1), unless accordance with
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National National Stage

Applications  Applications

(filed under 35 (submitted

U.S.C.111(a)) under 35U.S.C.
371)

the requirements 37 CFR
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The differences between anational application filed
under 35 U.S.C. 111(a) and a national application
submitted under 35 U.S.C. 371 are often subtle, but
the differences are important.

I. FILING DATE

Thefiling date of a35 U.S.C. 111(a) applicationiis,
except as provided in 35 U.S.C. 111(c), the date
when a specification isreceived in the USPTO. See
37 CFR 1.53(b) and 37 CFR 1.57(a).

Thefiling date of a PCT international applicationis
the date applicant satisfies Article 11 requirements,
i.e., includes a description, a claim, names at |east
one applicant who isaresident or national of aPCT
Contracting State, filed in the prescribed language,
and designates at least one Contracting State. See
MPEP § 1810. By virtue of 35 U.S.C. 363, the U.S.
filing date of an international application that
designates the United States is, for most legal
purposes, the internationa filing date. See MPEP §

1893.03(b).

1. 35U.S.C. 119(a)-(d) AND 365(b) PRIORITY
REQUIREMENTS

InaU.S. national application filed under 35 U.S.C.
111(a), the claim for priority must be filed within
the later of four months from the actual filing date
of the application or sixteen months from the filing
date of the prior foreign application. See 37 CFR
1.55(d). The certified copy of the foreign priority
application must be provided to the Office by
applicant within the time period set forth in 37 CFR

1800-199

§ 1896

1.55(f), which is the later of four months from the
actual filing date of the application or sixteen months
from the prior foreign application, unless the
requirements of 37 CFR 1.55(h) or 37 CFR 1.55(i)
have been met. See MPEP § 1895.01.

InaU.S. national stage application submission under
35U.S.C. 371, where applicant filed an international
application claiming priority to an earlier filed
national application, the claim for priority must be
made and the certified copy of the priority
application must be furnished during the
international stage within the time limit set forth in
the PCT and Regulations under the PCT. The
International Bureau sends a copy of the certified
priority document to each designated office that has
regquested to receive such documents. Upon receipt
of applicant’s submission to enter the U.S. national
stage under 35 U.S.C. 371, the USPTO will request
from the International Bureau acopy of the certified
priority document submitted in the international
stage. Upon receipt of the priority document, the
USPTO will place the document in the image file
wrapper of the national stage application. Such a
copy from the International Bureau is acceptablein
a U.S. national stage application to establish that
applicant has filed a certified copy of the priority
document in compliance with 37 CFR 1.55(f)(2).
For procedureswhen the certified priority document
was hot provided during the international stage, see
MPEP § 1893.03(c).

I11. UNITY OF INVENTION

U.S. national applications filed under 35 U.S.C.
111(a) are subject to restriction practice in
accordance with 37 CFR 1.141-1.146. See MPEP §
803. U.S. national stage applications are subject to
unity of invention practice in accordance with 37
CFR 1.475 and 1.499. See MPEP § 1893.03(d).

IV. FILING FEES

U.S. national applications filed under 35 U.S.C.
111(a) are subject to the national application filing
fees set forth at 37 CFR 1.16. Submissions to enter
the U.S. national stage under 35 U.S.C. 371 are
subject to the national stage fees prescribed at
37 CFR 1.492.
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