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1201 Introduction [R-08.2017]

The United States Patent and Trademark Office
(Office) in administering the Patent Laws makes
many decisions of a substantive nature which the
applicant may feel deny them the patent protection
towhich they are entitled. The differences of opinion
on such matters can be justly resolved only by
prescribing and following judicid procedures. Where
the differences of opinion concern the denial of
patent claims because of prior art or other
patentability issues, the questionsthereby raised are
said to relate to the merits, and appeal procedure
within the Office and to the courts has long been
provided by statute (35 U.S.C. 134).

Throughout this chapter, "Board" isused to refer the
Patent Trial and Appeal Board and its predecessor
organizations, the Board of Patent Appeals and
Interferences and the separate Board of Appealsand
Board of Interferences.

Unless otherwise noted, the discussion of the ex
parte appeal practice beforethe Board in thischapter
is primarily directed to appeals wherein the notice
of appeal wasfiled on or after January 23, 2012, or
to proceedings commenced on or after September
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16, 2012. See Pub. L. 112-29 (September 16,
2011)(known as the Leahy-Smith America Invents
Act or the AlA) and final rule “Rules of Practice
Beforethe Board of Patent Appealsand I nterferences
in  Ex Parte Appeals, 76 Fed. Reg. 72270
(November 22, 2011).

For information pertaining to the Board's ex parte
appeal practice and procedure in effect prior to
September 16, 2012, see Chapter 1200 in the MPEP
8th Edition, Rev. 9 (August 2012)(available on the
USPTO web site at www.uspto.gov/web/offices/
pac/mpep/old/mpep_E8R9.htm.

Theline of demarcation between appeal able matters
for the Board and petitionable matters for the
Director of the U.S. Patent and Trademark Office
(Director) should be carefully observed. The Board
will not ordinarily hear a question that should be
decided by the Director on petition, and the Director
will not ordinarily entertain a petition where the
guestion presented is a matter appealable to the
Board. Ordinarily, an objection is petitionable, and
arejection is appealable, but when the objection is
"determinative of the rejection” the matter may be
addressed by the Board. See In re Hengehold, 440
F.2d 1395, 1403, 169 USPQ 473, 479 (CCPA 1971)
and Ex parte Frye, 94 USPQ2d 1072, 1078 (Bd.
Pat. App. & Int. 2010)(precedential). Some matters
which have been determined to be petitionable and
not appeal ableinclude: arequirement for restriction
or election of species, finality, non-entry of
amendments, and holdings of abandonment. As 37
CFR 1.181(f) statesthat any petition not filed within
2 months from the action complained of may be
dismissed asuntimely and since 37 CFER 1.144 states
that petitions from restriction requirements must be
filed no later than appeal, petitionable matters will
rarely be present in a case by the time it is before
the Board for adecision. InreWatkinson, 900 F.2d
230, 14 USPQ2d 1407 (Fed. Cir. 1990).

This chapter is primarily directed to ex parte
appeals. For appealsin inter partes reexamination
proceedings, see 37 CFR 41.60 to 41.81 and M PEP
88 2674 to 2683.
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1202 Composition of Board [R-08.2017]

35 U.S.C. 6 provides for a Patent Trial and Appeal
Board as follows:

35U.S.C. 6 Patent Trial and Appeal Board.

() ESTABLISHMENT AND COMPOSITION.— There
shall be in the Office a Patent Trial and Appeal Board. The
Director, the Deputy Director, the Commissioner for Patents,
the Commissioner for Trademarks, and the administrative patent
judges shall constitute the Patent Trial and Appeal Board. The
administrative patent judges shall be persons of competent legal
knowledge and scientific ability who are appointed by the
Secretary, in consultation with the Director. Any referencein
any Federal law, Executive order, rule, regulation, or delegation
of authority, or any document of or pertaining to the Board of
Patent Appealsand Interferencesis deemed to refer to the Patent
Trial and Appea Board.

(b) DUTIES.— ThePatent Trial and Appeal Board shall—

(1) on written appeal of an applicant, review adverse
decisions of examiners upon applications for patents pursuant
to section 134(a);

(2) review appeals of reexaminations pursuant to
section 134(b);

(3) conduct derivation proceedings pursuant to section
135; and

(4) conduct inter partesreviewsand post-grant reviews
pursuant to chapters 31 and 32.

(c) 3-MEMBER PANELS.— Each appeal, derivation
proceeding, post-grant review, and inter partes review shall be
heard by at |east three members of the Board, who shall be
designated by the Director. Only the Patent Trial and Appeal
Board may grant rehearings.

(d) TREATMENT OF PRIORAPPOINTMENTS.—The
Secretary of Commerce may, in the Secretary’sdiscretion, deem
the appointment of an administrative patent judge who, before
the date of the enactment of this subsection, held office pursuant
to an appointment by the Director to take effect on the date on
which the Director initially appointed the administrative patent
judge. It shall be adefense to achallenge to the appointment of
an administrative patent judge on the basis of thejudge’s having
been originally appointed by the Director that the administrative
patent judge so appointed was acting as a de facto officer.

35U.S.C. 6 wasamended in Pub. L. 112-29, sec. 7.
In addition to changing the duties of the Board and
clarifying its membership, the name of the Board
was changed from the Board of Patent Appeals and
Interferences (BPAI) to the Patent Trial and Appeal
Board (PTAB), effective September 16, 2012.
Consistent with 35 U.S.C. 6(a), examiners should
treat any reference to the BPAI (or its predecessors,
the separate Board of Appeals and Board of
Interferences) as a reference to the PTAB. In a
citation to adecision of the Board (e.g., in an Office
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action or Appeal Brief), decisions mailed prior to
September 16, 2012 should continue to be cited as
decisions of the BPAI or its predecessor
organizations.

As provided by 37 CFR 41.2, “Board” means the
Patent Trial and Appeal Board and includes:

(A) For afinal Board action:

(D Inanappea or contested case, apanel of
the Board:;

(2) Inaproceeding under 37 CFR 41.3, the
Chief Administrative Patent Judge or another official
acting under an express delegation from the Chief
Administrative Patent Judge.

(B) For non-final actions, a Board member or
employee acting with the authority of the Board.

“Board member” means the Under Secretary of
Commerce for Intellectual Property and Director of
the U.S. Patent and Trademark Office, the Deputy
Under Secretary of Commerce for Intellectual
Property and Deputy Director of the U.S. Patent and
Trademark Office, the Commissioner for Patents,
the Commissioner for Trademarks, and the
administrative patent judges.

1203 Administrative Handling [R-10.2019]

Ex parte appeals to the Board, and documents
relating thereto filed prior to adocketing noticefrom
the Board, are reviewed to determine the business
unit of the Office responsible for their processing.
Appeal documents, such as the notice of appedl,
appeal brief, pre-appeal brief request for review (See
MPEP § 1204.02), and request for extension of time
to file the brief, are processed by the Patent Appeal
Center.

The Patent Examining Corps has jurisdiction over
the application to consider the appea brief, conduct
an appeal conference, draft an examiner's answer,
and decide the entry of amendments, evidence, and
information disclosure statementsfiled after final or
after notice of appea. Jurisdiction over the
proceeding passes to the Board upon the filing of a
reply brief under 37 CFR 41.41 or the expiration of
thetimeinwhichtofilesuch areply brief, whichever
isearlier. See 37 CFR 41.35.

1200-3
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The Patent Appeal Center will forward the
application to the Board after the jurisdiction has
transferred to the Board and, where waiver of the
appeal forwarding fee doesn’'t apply, the Patent
Appeal Center has processed the appeal forwarding
fee. Even if applicant has filed a reply brief, the
appeal will not be forwarded to the Board prior to
the payment of the appeal forwarding fee.

Notices of appeal, appeal briefs, and reply briefsare
reviewed for compliance with the appropriate rules
prior to being forwarded to the examiner. As such,
examiners should not identify these documents as
defective or noncompliant for failureto comply with
procedural rules. In the rare situation where a
substantial defect in an appeal document isidentified
after these reviews, the examiner should contact the
Patent Appeal Center to determine whether
corrective action should be taken.

The Patent Appeal Center may return the application
to the examiner for corrections to the examiner's
answer or other outgoing documents when

appropriate.

If the brief is not filed within the time designated by
37 CFR 41.37, the applicant will be natified that the
appeal stands dismissed. See MPEP § 1215.

I. DOCKETING PROCEDURE

The Board’'s docketing procedure is designed to
provide notification to the appellant within one
month of receipt from the Patent Appeal Center of
an appealed application at the Board that (A) the
appeal has been received at the Board and docketed,
or (B) the appeal is being remanded to the examiner
for attention to unresolved matters.

If the appeal isready for docketing three eventswill
occur:

(A) an appeal number will be assigned;
(B) theBoard will issue adocketing notice; and

(C) the appea will be assigned either to a master
docket for subsequent reassignment to a panel or
directly to a panel of at |east three Board members.

If the appeal cannot be docketed due to matters
requiring further attention in the patent examining
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corps, the appea will be remanded to the patent
examining corps with an order indicating why the
appeal cannot be docketed. Notification of the
remand, in the form of a copy of the order, will be
mailed to the appellant.

The docketing notice or order indicating why the
appeal cannot be docketed will provide the appellant
and the examiner with notification that (A) the
appeal isunder thejurisdiction of the Board; or (B)
that the appeal is being returned to the patent
examining corps to resolve matters requiring
attention prior to decision of the appeal. Thus, the
appellant will know to which organization to look
for the next communication in the appealed
application.

1. “SPECIAL CASE”

If the applicant remains diligent, an application for
patent that once has been made specia and advanced
out of turn by the United States Patent and
Trademark Office (Office) for examination will

continue to be special throughout its entire course
of prosecution in the Office, including appedl, if any,
to the Board. See MPEP § 708.01.

A petition to make an application specia after the
jurisdiction of the appeal has been transferred to the
Board may be addressed to the Board. Thus, no such
petition will be granted unless the brief has been
filed and applicant has made the same type of
showing required by the Director under 37 CFR
1.102. Therefore, diligent prosecution isessential to
afavorable decision on a petition to make special.

1204 Notice of Appeal [R-10.2019]

35U.S.C. 134 Appeal tothePatent Trial and Appeal Boar d.

(8 PATENT APPLICANT.— An applicant for a patent,
any of whose claims has been twice rejected, may appeal from
the decision of the primary examiner to the Patent Trial and
Appeal Board, having once paid the fee for such appeal.

(b) PATENT OWNER.— A patent owner in a
reexamination may appeal from the final rejection of any claim
by the primary examiner to the Patent Trial and Appea Board,
having once paid the fee for such appeal.

35 U.S.C. 41 Patent fees; patent and trademark search
systems

(@) GENERAL FEES. — The Director shall charge the
following fees:

Rev. 10.2019, June 2020
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(6) APPEAL FEES. —

(A) Onfiling an appeal from the examiner to the
Patent Trial and Appeal Board, $540.

(B) Inaddition, on filing abrief in support of the
appeal, $540, and on requesting an oral hearing in the appeal
before the Patent Trial and Appeal Board, $1,080.

An additional fee for forwarding an appeal to the
Board after Examiner's Answer is set at 37 CFR 41.20(b)(4).

*kkkk

37 CFR 41.31 Appeal to Board.

(@) Who may appeal and how to file an appeal An appeal
istaken to the Board by filing a notice of appeal.

(1) Every applicant, any of whose claims has been
twice rejected, may appeal from the decision of the examiner
to the Board by filing a notice of appeal accompanied by the
fee set forth in § 41.20(b)(1) within the time period provided
under § 1.134 of thistitle for reply.

(2) Every owner of apatent under ex parte
reexamination filed under § 1.510 of thistitle before November
29, 1999, any of whose claims has been twice rejected, may
appeal from the decision of the examiner to the Board by filing
anotice of appeal accompanied by the fee set forthin §
41.20(b)(1) within the time period provided under § 1.134 of
thistitle for reply.

(3) Every owner of apatent under ex parte
reexamination filed under § 1.510 of thistitle on or after
November 29, 1999, any of whose claims has been finally (8§
1.113 of thistitle) rejected, may appeal from the decision of the
examiner to the Board by filing anotice of appeal accompanied
by the fee set forth in § 41.20(b)(1) within the time period
provided under § 1.134 of thistitle for reply.

(b) The signature requirements of 8§ 1.33 and 11.18(a) of
thistitle do not apply to a notice of appeal filed under this
section.

(c) An appeal, when taken, is presumed to be taken from
the rgjection of al claims under rejection unless cancelled by
an amendment filed by the applicant and entered by the Office.
Questions relating to matters not affecting the merits of the
invention may be required to be settled before an appeal can be
considered.

(d) Thetime periods set forth in paragraphs (a)(1) through
(a)(3) of this section are extendable under the provisions of §
1.136 of thistitle for patent applications and § 1.550(c) of this
title for ex parte reexamination proceedings.

I. APPEAL FEES

Public Law 112-29, sec. 10 authorizes the Director
to set or adjust fees “established, authorized, or
charged under title 35.” The fees for appeal as set
forth in 35 U.S.C. 41(a)(6) have been adjusted by
rule at 37 CFR 41.20(b). See 37 CFR 41.20(b)(1)
for the fee for the filing of a notice of appeal, 37
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CFR 41.20(b)(2)(i) for filing an appeal brief in an
application or ex parte reexamination proceeding,
and 37 CFR 41.20(b)(3) for a request for ora
hearing.

Appeal fees (notice of appeal, petition, and appeal
forwarding fees) due under 37 CFR 41.20 cannot be
paid using a general authorization to a deposit
account under 37 CFR 1.25(b), which only
authorizes payment of fees under 37 CFR 1.16
through 1.18.

Effective March 19, 2013, thefeefor filing an appeal
brief in an application or ex parte reexamination
(87 CFR 41.20(b)(2)(i)) was reduced to $0, and a
new fee for forwarding an appeal in an application
or ex parte reexamination proceeding to the Board
after the mailing of an examiner's answer was added
at 37 CFR 41.20(b)(4). See 37 CFR 41.45 and MPEP
§ 1208.01 for additional information pertaining to
the forwarding fee.

For appeal fees due upon the reinstatement of an
appeal, see MPEP § 1204.01.

[I. APPEAL BY PATENT APPLICANT

Under 37 CFR 41.31(a)(1), an applicant for a patent
dissatisfied with the primary examiner’sdecisionin
the second or subsequent rejection of the applicant's
claims may appeal to the Board for review of the
examiner’srejection by filing anotice of appeal and
the required fee set forth in 37 CFR 41.20(b)(1)
within thetime period provided under 37 CFR 1.134
and 1.136. A notice of appeal may be filed after any
of the claims has been twice rejected, regardless of
whether the claim(s) has/have been finally rejected.
The limitation of “twice rejected” does not have to
be related to a particular application. See Ex Parte
Lemoine, 46 USPQ2d 1420, 1423 (Bd. Pat. App. &
Inter. 1994) (“so long asthe applicant has twice been
denied a patent, an appeal may be filed”). For
example, if any clam was rejected in a parent
application, and the claim is again rejected in a
continuing application, then applicant can chooseto
file an appeal in the continuing application, even if
the claim was regjected only once in the continuing
application. Applicant cannot file an appeal in a
continuing application, or after filing a request for
continued examination (RCE) under 37 CFR 1.114,
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until the application is under a rejection.
Accordingly, applicant cannot file anotice of appeal
with an RCE, even if the application has been twice
rejected prior to thefiling of the RCE.

If appellant files an amendment, a notice of appeal
and an appeal brief on the same date after the mailing
of afina action, 37 CFR 1.116 applies. Such an
amendment filed after a fina action is not entered
as amatter of right. It may be admitted if it cancels
claims or complies with all requirements of form
expressly set forth in previous Office actions;
presents rejected claims in better form for
consideration on appeal; or amendsthe specification,
including claims, upon a showing of good and
sufficient reasons why the amendment is necessary
and was not earlier presented.

If applicant files a reply under 37 CFR 1.111 in
response to a second or subsequent non-final
rejection and later files anatice of appeal beforethe
Office considers the reply, or the reply is filed on
the same day as the notice of appeal, the notice of
appeal is defective and the Office will answer the
reply under 37 CFR 1.111 in due course. Ordinarily,
anotice of appeal would have been proper when at
least one claim has been twice rejected. In this
instance, however, since applicant has elected to
request reconsideration of the rejection (or further
examination) by filing areply under 37 CFR 1.111
rather than directly appealing from the second
non-final rejection, the notice of apped ispremature.
The Office has not had the opportunity to consider
the reply under 37 CFR 1.111 and issue an Office
actioninview of thereply. (Notethat thisisdifferent
than after-fina situations where a reply under 37
CFR 1.116 is not entered as matter of right and
applicant is appealing from the final rejection).
Applicant must wait to file any appeal until the
examiner considers the reply and the claims are
rejected again. Once the Office action is mailed in
response to the reply applicant may file another
notice of appeal under 37 CFR 41.31.

Under 37 CFR 41.31(c), an applicant is presumed
to be appedling al claims under rejection in a
particular application unless cancelled by an
amendment filed by the applicant and entered by the
Office. Thus, an appeal is presumed to be taken from
the rejection of all pending claims under rejection
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in the application regardliess of whether the notice
of appeal identifies fewer or more than all pending
claims under regjection. If an appellant does not file
an amendment cancelling claims that the appellant
does not wish to appeal, but then also failsto provide
any argument in the appeal brief directed to those
claims, any challengeto that ground of rejection has
been waived, and the Board has discretion to simply
affirm any rejections against such claims. See e.g.
Hyatt v. Dudas, 551 F.3d 1307, 1314, 89 USPQ2d
1465, 1470, (Fed. Cir. 2008). See dso MPEP §
1205.02.

Although the rules do not require that the notice of
appeal be signed, applicants may file notices of
appeal which are signed. It should be noted that the
elimination of the requirement to sign a notice of
appeal does not affect the requirements for other
papers (such as an amendment under 37 CFR 1.116)
submitted with the notice, or for other actions
contained within the notice, e.g., an authorization to
charge fees to a deposit account or to a credit card,
to be signed. See MPEP § 509. Thus, failureto sign
the notice of appeal may have unintended adverse
consequences; for example, if an unsigned notice of
appeal contains an (unsigned) authorization to charge
the notice of appeal fee to a deposit account, the
notice of appea will be unacceptable because the
notice of appeal feeislacking.

The notice of appeal must be filed within the period
for reply set in the last Office action, which is
normally three months for applications. See MPEP
§ 714.13. For example, failureto removeal grounds
of rejection and otherwise place an application in
condition for allowance or to file an appeal after
final rejection will result in the application becoming
abandoned, even if one or more claims have been
allowed. The notice of appea and appropriate fee
may be filed up to six months from the date of the
Office action (e.g., afinal rejection) from which the
appeal wastaken, so long as an appropriate petition
and fee for an extension of time under 37 CFR
1.136(a) isfiled either prior to or with the notice of

appeal.
The use of a separate |etter containing the notice of

appeal is strongly recommended. Form PTO/SB/31
may be used for filing anotice of appeal. Appellant

Rev. 10.2019, June 2020
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must file an appeal brief in compliancewith 37 CFR
41.37 accompanied by the fee set forth in 37 CFR
41.20(b)(2) within two monthsfrom the date of filing
the notice of appeal. See MPEP § 1205. Effective
March 19, 2013, the feefor filing an appeal brief in
an application or ex parte reexamination was set at
$0. For as long as this fee remains at $0, appeal
briefs will not be held defective for failure to pay
this fee or make any statement about this fee.

I11. APPEAL BY PATENT OWNER

37 CFR 41.31(a)(2) and (a)(3) provide for appeal to
the Board by the patent owner from any decisionin
an ex parte reexamination proceeding adverse to
patentability, in accordance with 35 U.S.C. 306 and
35 U.S.C. 134. See also MPEP § 2273.

In an ex parte reexamination filed before November
29, 1999, the patent owner may appeal to the Board
after the second rejection of the claims.

In an ex parte reexamination filed on or after
November 29, 1999, the patent owner may appea
to the Board only after the final rejection of one or
more claims in the particular reexamination
proceeding for which appeal is sought.

The fee for filing the notice of appeal by a patent
owner is set forth in 37 CFR 41.20(b)(1), and the
time period to pay the feeis determined as provided
in 37 CFR 1.134 and 37 CFR 1.550(c).

Failuretofilean appeal in an ex parte reexamination
proceeding will result in issuance of the
reexamination certificate under 37 CFR 1.570.

Appedstothe Board ininter partes reexamination
proceedingsfiled under 35 U.S.C. 311 are governed
by 37 CFR 41.60 through 41.81. 37 CFR 41.30
through 41.54 are not applicable to appealsin inter
partes reexamination proceedings. See M PEP § 2674
to § 2683 for appealsin inter partes reexamination
proceedings.

The use of a separate |etter containing the notice of
appeal is strongly recommended. Form PTO/SB/31
or Form PTO/AIA/31 may beused for filing anotice
of appeal.
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PTO/AIA/31 (03-14)

Approved for use through 11/30/2020. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

NOTICE OF APPEAL FROM THE EXAMINER TO Docket Number (Optional}
THE PATENT TRIAL AND APPEAL BOARD

| hereby certify that this correspondence is being facsimile In re Application of
transmitted to the USPTO, EFS-Web transmitted to the USPTO, or
deposited with the United States Postal Service with sufficient Application Number Filed

postage in an envelope addressed to "Commissioner for Patents, P.O.

Box 1450, Alexandria, on Alexandria, VA 22313-1450" [37 CFR 1.8(a)]

on

For

Signature Art Unit Examiner

Typed or printed name

Applicant hereby appeals to the Patent Trial and Appeal Beard from the last decision of the examiner.
The fee for this Notice of Appeal is (37 CFR 41.20(b)(1)) S$_

I:‘ Applicant asserts small entity status. See 37 CFR 1.27. Therefore, the fee shown above is reduced
by 50%, and the resulting fee is: s

D Applicant certifies micro entity status. See 37 CFR 1.29. Therefore, the fee shown above is reduced

by 75%, and the resulting fee is: s
Form PTQ/SB/15A or B or equivalent mu st either be enclosed or have been submitted previou sly.

A check in the amount of the fee is enclosed.

Payment by credit card. Form PTO-2038 is attached.

The Director is hereby authorized to charge any fees which may be required, or credit any overpayment

to Deposit Account No.
Payment made via EFS-Web.

A petition for an extension of time under 37 CFR 1.136(a) (PTO/AIA/22 or equivalent) is enclosed.
For extensions of time in reexamination proceedings, see 37 CFR 1.550.

L U

WARNING: Information on this form may become public. Credit card information should not be included
on this form. Provide credit card information and autherization on PTO-2038.

| am the

u applicant |:| attorney or agent of record D attorney or agent acting under 37 CFR 1.34
Registration number Registration number

Signature

Typed or printed name

Telephone Number

Date

NOTE: This form must be signed in accordance with 37 CFR 1.33. See 37 CFR 1.4 for signature requirements and certifications. Submit multiple
forms if more than one signature is required, see below*,

I:‘ * Total of forms are submitted.

This collection of information is required by 37 CFR 41.20{b}{1) and 41.31. The information isrequired to obtain or retain a benefit by the public which is to file {and
by the USPTO to process) an application. Confidentiality is governed by 35 U.5.C. 122 and 37 CFR 1.11, 1.14 and 41.6. This collection is e stimated to take 12 minutes
to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
commentson the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

if you need assistance in completing the form, cali 1-800-PT0-3193 and select option 2.

§1204
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination
of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Rev. 10.2019, June 2020

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.8.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in
the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuantto 5 U.S.C.
552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or histher designee, during an inspection of records conducted by GSA as part of that
agency's responsibility to recommend improvements in records management practices and programs,
under authority of 44 U.8.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GSA regulations governing inspection of records for this purpose, and any other relevant {ie., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.8.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine
use, to the public if the record was filed in an application which became abandoned or in which the
proceedings were terminated and which application is referenced by either a published application, an
application open to public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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V. ACKNOWLEDGEMENT

Appellant may check the status of the application
and the receipt date of the notice of appea on the
Office’'s Patent Application Information Retrieval
(PAIR) system viathe Internet.

Where the notice of appea is filed by mail, the
Office does not acknowledge receipt by separate
letter. However, if a self-addressed postcard is
included with the notice of appeal, it will be date
stamped and mailed. See MPEP § 503, subsection
II.

V. DEFECTIVE NOTICE OF APPEAL

Notices of appeal arereviewed by the Patent Appeal
Center. If anotice of apped is defective, the Office
will notify the applicant of the non-compliance. A
notice of appeal is not a proper reply to the last
Officeactionif none of applicant's claims have been
twice rejected. A notice of appeal is defective if it
was not timely filed within the time period set forth
in the last Office action, or the notice of appeal fee

1200-9

§1204

set forthin 37 CFR 41.20(b)(1) was not timely filed.
Form PTOL-461 (Rev. 9-04 or later),
Communication Re: Appeal, should be used to
indicate defects in a notice of appea. This
communication is done by the Patent Appeal Center
rather than by the examiner. In the rare event that
these defects areidentified after the notice of appeal
is entered, the examiner should contact the Patent
Appea Center to determine the appropriate action
to take.

When appellant files an appeal brief without first
filing anotice of appeal, the Office treats the appeal
brief as a notice of appeal and an appeal brief. For
thissituation, appellant must file the brief within the
time period for reply set forth in the last Office
action and the brief must be accompanied by the fees
under 37 CFR 41.20(b)(1) and (b)(2) for filing a
notice of appeal and an appeal brief in compliance
with 37 CFR 41.31 and 41.37. Effective March 19,
2013, the fee for filing an appeal brief in an
application or ex parte reexamination was set at $0.
For as long as this fee remains at $0, appeal briefs
will not be held defective for failure to pay this fee
or make any statement about this fee.
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Application No. Applicant(s)

Communication Re: Appeal Examiner AR UnT

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
1. [J The Notice of Appeal filed on _____is not acceptable because:
(@) [ it was not timely filed.
(0) [ the statutory fee for filing the appeal was not submitted. See 37 CFR 41.20(b)(1).

(c) [ the appeal fee received on was not timely filed.

(d) [ the submitted fee of $ is insufficient. The appeal fee required by 37 CFR 41.20(b)(1) is $ .
(e) [J the appeal is not in compliance with 37 CFR 41.31(a)(1) in that no claim has been twice rejected.

) [ a Notice of Allowability, PTO-37, was mailed by the Office on .

2 [] The appeal brief filedon ______is NOT acceptable for the reason(s) indicated below:
(@) [ the brief and/or brief fee is untimely. See 37 CFR 41.37(a).
(o) [ the statutory fee for filing the brief has not been submitted. See 37 CFR 41.20(b)(2).
(c) [ the submitted brief fee of $______is insufficient. The brief fee required by 37 CFR 41.20(b)(2)is $_____.

The appeal in this application will be dismissed unless corrective action is taken to timely submit the
brief and requisite fee. See 37 CFR 41.37(a)(1). Extensions of time may be obtained under 37 CFR 1.136(a).
See 37 CFR 41.37(e).

3. [ The appeal in this application is DISMISSED because:
(@) [ the statutory fee for filing the brief as required under 37 CFR 41.20(b)(2) was not timely submitted and the
period for obtaining an extension of time to file the brief under 37 CFR 1.136(a) has expired.

() [ the brief was not timely filed and the period for obtaining an extension of time to file the brief under 37
CFR 1.136(a) has expired.

(¢) [] a Request for Continued Examination (RCE) under 37 CFR 1.114 was filed on .
(dy [J other: .

4[] Because of the dismissal of the appeal, this application:

(@) [ is abandoned because there are no allowed claims.

() [ is before the examiner for final disposition because it contains allowed claims. Prosecution
on the merits remains CLOSED.

(c) [ is before the examiner for consideration.

U.S. Patent and Trademark Office Part of Paper No.
PTOL-461 (Rev. 9-04) Communication Re: Appeal
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1204.01 Reinstatement of Appeal [R-10.2019]

When prosecution is reopened after the filing of a
notice of appeal and prior to a written decision by
the Patent Trial and Appeal Board, appellant must
file a new notice of appeal in compliance with 37
CFR 41.31 and a complete new appeal brief in
compliance with 37 CFR 41.37 in order to reinstate
the appeal . Any previously paid appeal feesset forth
in 37 CFR 41.20 for filing anotice of appedl, filing
an appeal brief (if any), requesting an oral hearing
and/or forwarding the appeal to the Board will not
be required to be paid again except if afinal Board
decision has been made on the first appeal.

If the appeal fees have increased since they were
previously paid, then appellant must pay the
difference between the current feg(s) and the amount
previously paid. Appellant must file acomplete new
appeal brief in compliance with the format and
content requirements of 37 CFR 41.37(c) withintwo
months from the date of filing the new notice of
appeal. See MPEP § 1205. This time period is
extendible as provided in MPEP § 1205.01.

For example, suppose the applicant files a notice of
appeal and two monthslater applicant files an appeal
brief. During the appeal conference, it is decided to
reopen prosecution as provided in MPEP § 1207.04
rather than draft an examiner’s answer. If applicant
proceeds to file a subsequent appeal by filing a new
notice of appeal and appeal brief, applicant would
only pay the difference in fees between the current
fees and the amount previously paid. Similarly, if
applicant filesan RCE after the notice of appeal and
afinal Board decision is not issued, the applicant
would only pay the difference in fees between the
current fees and the amount previously paid.

If the appeal resultsin awritten decision, the Office
will again require the submission of the fees under
37 CFR 41.20 if a new appeal is later filed. For
example, if the Board issues a decision under 37
CFR 41.50(a)(1) affirming a rejection and the
appellant does not seek reconsideration or file an
appeal, then the decision on the appeal isfinal, and
any subsequent prosecution resulting in anew appeal
would require the payment of al appeal fees.
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Moreover, if applicant elects to reopen prosecution
under 37 CFR 41.50(a)(2)(ii) or 41.50(b)(1) after a
decision by the Board, then applicant would haveto
pay the appeal feesif anew appeal isfiled.

If applicant elects to maintain the appeal under 37
CFR 41.50(a)(2)(ii) or request rehearing after a
decision under 37 CFR 41.50(a) or (b), the applicant
need not pay additional appeal fees. Responding to
arequirement for briefing under 37 CFR 41.50(d)
or responding to a remand under 37 CFR 41.50(€)
would not require payment of additional appeal fees.

1204.02 Pre-Appeal Brief Review Request
and Conference Pilot Program [R-10.2019]

Since July of 2005 the Office has provided an
ongoing pilot program in which an appellant, upon
the filing of a notice of appeal may also request a
pre-appeal brief review. See “Pre-Appeal Brief
Conference Pilot Program,” 1296 OG 67 (July
12, 2005) and “ Extension of the Pilot Pre-Appeal
Brief Conference Program,” 1303 OG 21
(February 7, 2006). This program does not apply
to reexamination proceedings. Presenting a request
for pre-appeal brief review does not change the fee
required to file a notice of appeal and does not
require a separate fee. No extensions of time to file
the request for review later than the notice of appeal
are available.

In order to be proper the applicant must file anotice
of appea in compliance with 37 CFR 41.31. The
request for pre-appeal brief review must be filed
with thefiling of the notice of appeal and beforethe
filing of an appeal brief. Form PTO/AIA/33,
“Pre-Appeal Brief Request for Review” may be used
for filing the request. The request must be
accompanied by arguments in a separate paper
entitled, “Pre-Appeal Brief Request for Review”.
The request may not exceed five (5) total pages and
should provide a succinct, concise and focused set
of arguments for which the review is being
requested. Requests are limited to appealable, not
petitionable matters. See MPEP § 1201. A request
that fails to comply with these requirements should
be dismissed.

A pre-appeal brief request that is found not
compliant cannot be corrected and resubmitted to
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cure the reason(s) for non-compliance because the
corrected reguest would not meet the requirement
that the notice of appeal and pre-appeal brief request
be filed on the same date.

Upon receipt of aproperly filed request, asupervisor
will designate a panel of appropriate reviewers to
review the appellant's remarks and the examiner's
rejections. The panel will include at least a
supervisor and the examiner of record and will have
the authority to reopen prosecution if appropriate.
The appellant will not be permitted to attend the
review and no interviews will be granted prior to
issuance of the pre-appeal brief review decision.

After the review is complete, the Office will mail a
decision on the status of the application. The decision
will state one of the following:

(A) The application remains under appeal
because thereis at |east one actual issue for appeal.

(B) Prosecution on the meritsis reopened and
an appropriate Office communication will follow in
due course. In appropriate circumstances, aproposed
amendment may accompany the panel’s decision
proposing changes that, if accepted, may result in
an indication of allowability for the contested
clam(s).

(C) Theapplication is allowed on the existing
claims and prosecution remains closed.

(D) Therequest failsto comply with the
submission requirements and is dismissed.

The pand’sreview will beterminated if the applicant
files any of the following responses after filing a
request, but prior to a decision by the appointed
panel of examiners assigned to conduct the review.

(A) An appeal brief.

(B) A request for continued examination.
(C) An after final amendment.

(D) An affidavit or other evidence.

(E) An express abandonment.
After apanel decision, the time period for filing an
appeal brief will be reset to be one month from the

mailing of the decision on the request, or the balance
of the two-month time period running from the
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receipt of the notice of appeal, whichever greater.
Further, the time period for filing of the appeal brief
is extendible under 37 CFR 1.136.

For as long as this pilot program remains in effect,
submission of a pre-appea review request may
extend the period for filing an appea brief until a
decision is made on the request or the request is
otherwise dismissed.

1204.03 InterviewsAfter Notice of Appeal
[R-11.2013]

Asindicated in MPEP § 713.09, oneinterview after
final rejection isnormally permitted. Where anotice
of appeal is filed in an application or ex parte
reexamination, the phrase "after fina rejection”
includes only the time from the mailing of the final
rejection through the filing of an appeal brief.
However, as indicated in the notice " Pre-Appeal
Brief Conference Pilot Program,” 1296 OG 76
(July 12, 2005), no interviews will be granted from
thefiling of arequest for pre-appeal review through
issuance of a decision on the request. See MPEP §
1204.02.

Except in unusual sSituations, no interview is
permitted after the appeal brief isfiled. See MPEP
8§ 713.05. Where an appeal brief is filed in an
application or ex parte reexamination, the phrase
"after the appedl brief isfiled" includesthetimefrom
filing of the appeal brief through the first of a
decision by the Board, the mailing by the examiner
of arejection or other paper with aresponse period,
the mailing of a notice of defective appeal brief, or
the mailing of a notice of alowance.

Effective March 19, 2013, 37 CFR 41.20(b)(4) sets
a fee to forward an appeal to the Board after the
mailing of an examiner’s answer. While appellants
may desire an interview after mailing of an
examiner’s answer and prior to payment of thisfee,
interviews during this time period are likely to
confuse the record on appeal and are not permitted
except in unusua situations. These unusua
circumstances may include situations where
appellant wishes to cancel all appealed claims and
proceed to issue with claims previously indicated as
alowable, or where the examiner is convinced that
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some but not all of the previously rejected claims
arein condition for alowance.

After the time specified in 37 CFR 41.35(a), the
application or ex parte reexamination is no longer
under the jurisdiction of the examiner. While the
examiner has no jurisdiction over aproceeding after
the time set in 37 CFR 41.35(a), the Director of the
USPTO or appropriate delegate has the authority to
remand the proceeding to the examiner under 37
CFR 41.35(c). Requests for interviews on cases
under thejurisdiction of the Board should be granted
only with specific approval of the Technology Center
Director upon ashowing inwriting of extraordinary
circumstances that justify aremand from the Board
to the examiner in order to conduct an interview.

1204.04 Official Record on Appeal
[R-08.2017]

37 CFR 41.30 Definitions.

*kkkk

Evidence means something (including testimony, documents
and tangibl e objects) that tendsto prove or disprove the existence
of an aleged fact, except that for the purpose of this subpart

Evidence does not include dictionaries, which may be cited
before the Board.

*kkk*k

Record meanstheitemslisted in the content listing of the Image
File Wrapper of the official file of the application or
reexamination proceeding on appeal or the official file of the
Office if other than the Image File Wrapper, excluding
amendments, Evidence, and other documents that were not
entered. In the case of an issued patent being reissued or
reexamined, the Record further includes the Record of the
patent being reissued or reexamined.

The official record on appeal contains the items
listed in the content listing of the Image File Wrapper
or the official file of the Office if other than the
Image File Wrapper, excluding any amendments,
evidence, or other documents that were not entered
or indicated considered by the examiner. Because
an examiner's refusa to enter an amendment,
evidence, or other document is a petitionable matter
that is not subject to review by the Board, the
exclusion of such non-entered documents from the
definition of "Record" reflects the fact that the
Board's review of patentability determinations is
properly based on the record of all entered and
indicated considered documents in the file.
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An information disclosure statement or petition that
is held in abeyance while the Board possesses
jurisdiction over the proceeding is not an entered or
indicated considered document and therefore is
excluded from the definition of * Record’” until such
time as it is entered or indicated to have been
considered.

The definition of ““ Record” includestheitemslisted
in the content listing of the Image File Wrapper
because, in some cases, physical itemsthat form part
of the official file are not able to be scanned into the
Image File Wrapper and are maintained elsawhere,
such as in an artifact file. Some examples of such
items include original drawings in design patent
applications and sequence listings. In such cases,
the Image File Wrapper will include an entry in the
content listing that pointsto thisartifact file or other
record.

In the case of an issued patent being reissued or
reexamined, the Record further includes the Record
of the patent being reissued or reexamined.

All references listed on an Information Disclosure
Statement (i.e., Form PTO/SB/08a or 08b), which
have been indicated as having been considered by
the examiner, or listed on a form PTO-892 are
included in the definition of Record even if each of
the so listed references does not separately appear
in the content listing of the Image File Wrapper.

For the purposes of appeal, *‘Evidence” does not
encompass dictionaries. Excluding dictionariesfrom
the definition of ** Evidence” thus allows appellants
to refer to dictionaries in their briefs, which would
otherwise be precluded under 37 CFR 41.33(d)(2)
(absent existence of one of the enumerated
exceptions). It further allows examiners to refer to
dictionaries in the examiner's answers without
automatically rendering a rejection a new ground
under 37 CFR 41.39(a)(2). Treating dictionaries in
this manner is consistent with Supreme Court and
Federa Circuit precedent, which contemplate that
such materials may be consulted by tribunals **at
any time.” See, eg., Nix v. Hedden, 149 U.S. 304,
307 (1893) (citations omitted) (admitting dictionaries
to understand the ordinary meaning of terms ‘“not
as evidence, but only as aids to the memory and
understanding of the court™); Phillips v. AWH
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Corp., 415 F.3d 1303, 1322-23, 75 USPQ2d 1321,
1333 (Fed. Cir. 2005) (en banc) (*‘[JJudges arefree
to consult dictionaries and technical treatises at any
time in order to better understand the underlying
technology and may aso rely on dictionary
definitions when construing claim terms, so long as
the dictionary definition does not contradict any
definition found in or ascertained by a reading of
the patent documents.”) (citation omitted); In re
Boon, 439 F.2d 724, 727-28, 169 USPQ 231, 234
(CCPA 1971) (holding citation to dictionary was not
tantamount to the assertion of a new ground of
rejection ““where such areferenceisastandard work,
cited only to support a fact judicially noticed and,
as here, the fact so noticed plays a minor role,
serving only to fill in the gaps which might exist in
the evidentiary showing made by the Examiner to
support aparticular ground for rejection.” (emphasis
and internal quotations omitted)). Thus, 37 CFR
41.30 permits both the applicant and examiner to
submit them to the Board during the briefing stage.

1205 Appeal Brief [R-11.2013]

37 CFR 41.37 Appeal brief.

(@ Timing. Appellant must file a brief under this section
within two months from the date of filing the notice of appeal
under §41.31. The appeal brief feein an application or ex parte
reexamination proceeding is $0.00, but if the appeal resultsin
an examiner's answer, the appeal forwarding fee set forthin §
37 CFR 41.20(b)(4) must be paid within the time period
specified in § 41.45 to avoid dismissal of an appeal.

(b) Failuretofileabrief. Onfailureto filethe brief within
the period specified in paragraph (&) of this section, the appeal
will stand dismissed.

(c) Content of appeal brief.

(1) Except asotherwise provided in this paragraph, the
brief shall contain the following items under appropriate
headings and in the order indicated in paragraphs (c)(21)(i)
through (v) of this section, except that a brief filed by an
appellant who is not represented by a registered practitioner
need only substantially comply with paragraphs (c)(1)(i),
(©)(ii), (c)(1)(iv), and (c)(1)(v) of this section:

(i) Real partyininterest. A statement identifying
by namethereal party in interest at the time the appeal brief is
filed, except that such statement is not required if the named
inventor or inventors are themselves the real party in interest.
If an appeal brief does not contain a statement of the real party
in interest, the Office may assume that the named inventor or
inventors are thereal party in interest.

(ii) Related appeals, interferences, and trials. A
statement identifying by application, patent, appeal, interference,
or trial number al other prior and pending appeals, interferences,
trials before the Board, or judicia proceedings (collectively,
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"related cases") which satisfy all of the following conditions:
involve an application or patent owned by the appellant or
assignee, are known to appellant, the appellant’s legal
representative, or assignee, and may berelated to, directly affect
or be directly affected by or have a bearing on the Board's
decision in the pending appesal, except that such statement isnot
required if there are no such related cases. If an appeal brief
does not contain a statement of related cases, the Office may
assume that there are no such related cases.

(iii) Summary of claimed subject matter. A concise
explanation of the subject matter defined in each of therejected
independent claims, which shall refer to the specification in the
Record by page and line number or by paragraph number, and
tothedrawing, if any, by reference characters. For each rejected
independent claim, and for each dependent claim argued
separately under the provisions of paragraph (c)(1)(iv) of this
section, if the claim contains a means plus function or step plus
function recitation as permitted by 3