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|. APPLICATION FILING CHANGES

A. Oath or Declaration - 37 C.F.R. §1.63

(Q1) If theclaims of a continuation or divisonal application are directed toward previoudy
unclaimed subject matter in the prior application, can the continuation or divisonal application
still befiled under 37 C.F.R. 8§ 1.53(b) with a copy of the oath or declaration from the prior
application pursuant to 37 C.F.R. 8§ 1.63(d)?

Answer: Yes. A copy of the oath or declaration from the prior application is acceptable
under 37 C.F.R. § 1.63(d) to complete the application under 37 C.F.R. § 1.51(b). The
Office of Initial Patent Examination (OIPE) will process such a continuation or divisonal
application using the provided copy of the oath or declaration from the prior application
without regard to the claims presented in the continuation or divisional application. OIPE
will then forward the application to the appropriate group for examination. It is, however,
possible that during examination a supplemental oath or declaration under

37 C.F.R. § 1.67 may be necessary to comply with 35 U.S.C. § 115. (See additional
guestions regarding 37 C.F.R. § 1.53 below.)



(Q2) A continuation or divisional application isfiled with a copy of a declaration from a prior
application. However, the specification filed in the continuation or divisional is different from the
specification in the prior application to the extent that revisions have been made to clarify the text
(editorial changes but not new matter). |sanew declaration required?

Answner: No. A new declaration is not required unless the continuation or divisional
application includes new matter relative to the prior application (i.e., the application isin
fact a continuation-in-part). See the answer to Question Q3 below for the treatment of an
application determined to include new matter relative to the prior application.

(Q3) What if the copy of the declaration submitted for a continuation or divisional application isa
copy of a declaration from a prior application, but the specification attached to the declaration is
different from that in the prior application in that new matter isincluded. Will the Office of Initia
Patent Examination (OIPE) accept the application under 37 C.F.R. 8 1.53(b)?

Answner: Yes. OIPE would not be able to determine if new matter is present in the
specification, nor are they the proper party to do so. OIPE will smply accept the
application under 37 C.F.R. 8 1.53(b). However, if the examiner determines that new
matter is present relative to the prior application, the examiner will notify the applicant in
an Office action (preferably the first Office action) that a new oath/declaration along with
asurchargeisrequired and that the application should be redesignated as a continuation-
in-part (CIP). Applicant will not have complied with the requirements of 35 U.S.C.

§ 115, unless a new oath/declaration isfiled (i.e., a new oath/declaration executing the
new specification which wasfiled in the CIP).

(Q4) 37 C.F.R. 8 1.63(d)(iv) provides for the use of a copy of a declaration from a prior
application in anew application filed under 37 C.F.R. 8 1.53(b). When filing a third continuation
under 8 1.53(b) in a chain, can a copy of the declaration from the first application be used instead
of the copy of the declaration from the second application?

Answer: Generaly, the declaration from the second application must be used in filing the
third application under the provisions of § 1.63(d). However, where the oath or
declaration from the second application is a copy of the first declaration (e.g., the second
application was a continuation under former § 1.60), a copy of the declaration from the
first application would be acceptable.

(Q5) In submitting a copy of a declaration from a prior application in a continuation under

37 C.F.R. 8 1.53(b), as provided for by 37 C.F.R. § 1.63(d)(iv), does it matter if the declaration
recites the application number of the prior application as opposed to smply identifying the prior
application it was intended to execute by reference to an attached specification?

Answer: No, the copy of the declaration from the prior application may have used ether
identifier.

(Q6) Applicant has submitted a copy of a declaration from a prior application naming A, B and C



asinventors along with a statement requesting the deletion of inventor C. Should a new
declaration be required naming only A and B as inventors?

Answer: No, so long as no other executed declaration was previoudly filed in the second
application. 37 C.F.R. 8§ 1.63(d)(2). (See“Correction of Inventorship” Section for more
guestions regarding inventorship issues.)

(Q7) Applicant hasfiled a copy of an oath or declaration from a prior application, which did not
include the post office address. (The prior oath or declaration complied with 37 C.F.R. 8 1.63in
effect at the time it wasfiled in the prior application.) However, applicant has provided the post
office address e sawhere in the current application papers. Should a new oath or declaration be
required?

Answer: No. Where the declaration is a copy of a declaration that complied with
37 C.F.R. 8 1.63 when it was executed or filed in aprior application, a new oath or
declaration will not be required.

(Q8) Applicant hasfiled a copy of an oath or declaration from a prior application which is not
executed by one inventor and a copy of a decision according status under 37 C.F.R. 8§ 1.47 in the
prior application. Should a new oath or declaration executed by the non-signing inventor be
required?
Answner: No. 37 C.F.R. § 1.63(d)(3) provides that the filing of a copy of a declaration
lacking the signature of one or more inventors in an application accorded status under 37
C.F.R. 8 1.47 is acceptable if a copy of the decision according status under 8 1.47 isaso
filed. However, if an oath or declaration signed by the non-signing inventor wasfiled in
the prior application, a copy of the oath or declaration signed by the previoudy non-
sgning inventor must be filed in the continuation or divisional application.

(Q9) If acontinuation or divisonal application under 37 C.F.R. 8 1.53(b) isfiled using a copy of
the oath or declaration from the prior application under 37 C.F.R. § 1.63(d), and if an inventor
was added in the prior application pursuant to 37 C.F.R. § 1.48(a), should the applicant file a
copy of the oath or declaration originally filed to complete (37 C.F.R. 8 1.51) the prior
application or a copy of the oath/declaration filed pursuant to 37 C.F.R. § 1.48(a)(2) to add the
inventor?

Answer: The continuation or divisional application should be filed with the oath or
declaration filed pursuant to 37 C.F.R. § 1.48(a)(2) to add the inventor, regardless of
whether the petition under 37 C.F.R. § 1.48(a) was acted on in the prior application.

(Q10) A continuing application isfiled under 37 C.F.R. 8 1.53(b). The application papersinclude
acopy of the originally signed declaration listing two inventors from the prior nonprovisional
application and a transmittal sheet listing one additional inventor over the prior nonprovisional
application. A petition for correction of inventorship under 37 C.F.R. § 1.48 to add the additional
inventor was filed in the prior nonprovisional application, but was not yet granted. Isthe
continuing application complete and will the petition, which was not acted upon, now be treated
in the new 37 C.F.R. § 1.53(b) application?



Answer: The continuing application is complete. The inventive entity of the continuing
application is set by the copy of the declaration submitted on filing. That is, the names of
al the inventors for the application are taken from the copy of the executed declaration. If
the one additional inventor listed on the transmittal sheet isan inventor in the continuing
application, then a petition for correction of inventorship under 37 C.F.R. 8 1.48 must be
filed in the continuing application. The petition for correction of inventorship filed in the
prior nonprovisional application will not be treated in the continuing application since the
present filing is a new application and the petition was directed to a different application,
one containing a different application number.

To avoid this problem, the continuing application should have been submitted with
either a newly executed declaration in compliance with 37 C.F.R. § 1.63, naming as
inventors all the inventors named in the prior application and the additional inventor
named on the transmittal sheet, or a copy of the declaration submitted with the petition
under 37 C.F.R. 8 1.48 in the prior application, regardless of whether the petition under
8 1.48 was decided in the prior application. (Thisassumesthat the declaration submitted
with the petition under 37 C.F.R. § 1.48 names as inventors all the inventors that
are/should be named in the continuing application. See also Question Q9)

(Q11) When acopy of an oath or declaration from a prior application isfiled in a continuation or
divison under 37 C.F.R. § 1.53(b), how can the applicant ensure that the copy is matched with
the correct application file?

Answer: In addition to a cover letter explaining that the copy of the oath or declaration is
for the attached application or for a previoudy-filed § 1.53(b) application (identified by
application number which consists of atwo-digit series code and a six-digit serial number-
-e.g., 08/123,456), an adhesive label may be attached to the front of the copy of the oath
or declaration. Thelabe should clearly state that the copy of the oath or declaration is
intended for the attached application submitted therewith or for Application No.
XX/IYYY,YYY. Duringinitial processing, attachments (e.g., a cover letter) to application
papers may be separated. Therefore, applicant should not rely solely upon a cover |etter.
Note: 37 C.F.R. § 1.5(a) states that no correspondence relating to an application should
be filed prior to receipt of the application number information from the PTO.

B. Treatment of Applications Filed under Former 37 C.F.R. 88 1.60 and 1.62 (Now
Deleted)

(Q12) How does an applicant file an application that would have been filed under former
37 C.F.R. § 1.60 (Rule 60)?

Answer: File the application papers that would have been a proper filing under 37 C.F.R.
§ 1.60, with areferenceto 37 C.F.R. 8 1.53(b) instead of areferenceto 37 C.F.R. § 1.60.
Any submission of an application including or relying on a copy of an oath or declaration
that would have been proper under 37 C.F.R. 8 1.60 will be a proper filing under

37 C.F.R. 8 1.53(b).



(Q13) How will the PTO process an application that is designated as an application filed under
37 C.F.R. § 1.60 (Rule 60)?

Answer: The PTO will ignore the reference to 37 C.F.R. § 1.60 and the application will be
accepted as an application under 37 C.F.R. 8 1.53(b) (with a copy of the specification and
the oath/declaration under 37 C.F.R. § 1.63(d) of the prior application).

(Q14) Hasthe safeguard in former 37 C.F.R. 8 1.60(b) concerning the filing of an application
lacking al of the pages of specification or sheets of drawings of the prior application been
retained in 37 C.F.R. § 1.53(b)?

Answer: No. Unlike former 37 C.F.R. § 1.60, the specification and drawings of a
continuation or divisional application filed under 37 C.F.R. 8 1.53(b) are not limited to a
reproduction or "true copy" of the prior application, i.e., the applicant may revise the
specification for clarity or contextual purposes vls-a-vis the specification originaly filed in
the prior application in the manner that an applicant may file a substitute specification (see
37 C.F.R. 8 1.125) or amend the drawings of an application so long asit does not result in
the introduction of new matter.

Nevertheless, an applicant may incorporate by reference the prior application by
including, in the application-as-filed, a statement that such specifically enumerated prior
application or applications are "hereby incorporated herein by reference.” The inclusion of
thisincorporation by reference of the prior application(s) will permit an applicant to
amend the continuing application to include any subject matter in such prior application(s),
without the need for a petition. In order to smplify the incorporation by reference of a
prior application, the PTO has substantially revised the various standard forms including
the Utility, Design or Plant Patent Application transmittal form. If the standard Utility,
Design or Plant Patent Application transmittal form is used, applicant may easily
incorporate by reference the prior application by checking a box and supplying the
necessary information.

(Q15) (revised) How does an applicant file afile wrapper continuation (FWC) application that
would have been filed under 37 C.F.R. 8§ 1.62 (Rule 62)?

Revised Answer: Whileit isno longer possibleto filean FWC as 37 C.F.R. 8§ 1.62 has
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been eiminated, an application may befiled under 37 C.F.R. § 1.53(d) as a continued
prosecution application (CPA) provided that the application is a continuation or divisional
(not a continuation-in-part (CIP)). If aCIPisto befiled, the application must be filed
with a new specification/drawings/claims under 37 C.F.R. § 1.53(b).

(Q16) (revised) How will the PTO process a request for a file wrapper continuing (FWC)
application filed under 37 C.F.R. § 1.62 (Rule 62)?

Revised Answer: If therequest isfor a continuation or divisional, it will be treated as a
request for a CPA and accepted. If the request for a FWC indicates that a continuation-in-
part (CIP) isbeing filed, and a preliminary amendment accompanies the request, applicant
will be notified that it is an improper application filing and given an opportunity to filea
petition under 37 C.F.R. 8 1.53(e) to have the application converted to an application
under 37 C.F.R. 8 1.53(b) without loss of the original filing date.

C. Application Filing Changes (In General) - 37 C.F.R. 8 1.53

(Q17) What rule/section must an applicant cite when filing an application, and how will
application papers betreated if they do not cite any section?

Answer: A nationa application may befiled under 35 U.S.C. 8§ 111 or may result from the
entry of an international (PCT) application into the national stage after compliance with
35U.S.C. §371.

37 C.F.R. 8 1.494 and 1.495 provide for entry of an international application into
the national stage after compliance with 35 U.S.C. 8 371. Application papersfiled for an
international (PCT) application to enter the national stage under 35 U.S.C. § 371 must be
clearly identified as such (as papersfiled under 35 U.S.C. § 371, 37 C.F.R. § 1.494, or
1.495) or they will be treated as an application under 35 U.S.C. § 111.

37 C.F.R. 8§ 1.53 isthe section under which all applications filed under 35 U.S.C.
§ 111 are now filed.

37 C.F.R. 8 1.53(c) is the section under which a provisional application filed
under 35 U.S.C. 8 111(b) isnow filed. Unless an application contains areferenceto
37 C.F.R. 8 1.53(c) or isdesignated as a provisiona application, the application will be
treated as an application under 37 C.F.R. § 1.53(b).

37 C.F.R. 8 1.53(d) is the section under which a continued prosecution
application (CPA) isfiled. Unless an application (arequest) contains a reference to
37 C.F.R. 8 1.53(d) or isdesignated as a continued prosecution application (CPA), the
application will be treated as an application under 37 C.F.R. § 1.53(b).

37 C.F.R. 8 1.53(b) isthe section under which al applications are filed EXCEPT:
(2) the result of entry of an international application into the national stage under
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35U.S.C. 8§371and 37 C.F.R. § 1.494 or 1.495; (2) aprovisional application under
35U.S.C. § 111(b) and 37 C.F.R. § 1.53(c); or (3) a continued prosecution application
(CPA) under 37 C.F.R. 8§ 1.53(d). Applicationsunder 37 C.F.R. 8 1.53(b), aswell as
continued prosecution applications (CPAS) under 37 C.F.R. 8 1.53(d), are applications
filed under 35 U.S.C. § 111(a).

37 C.F.R. § 1.53(b) isthe "default" application, in that applications that are not
(2) the result of the entry of an international application into the national stage after
compliance with 35 U.S.C. § 371 and 37 C.F.R. § 1.494 or 1.495, (2) provisional
applications under 37 C.F.R. § 1.53(c), or (3) continued prosecution applications (CPAS)
under 37 C.F.R. 8§ 1.53(d), are applications under 37 C.F.R. 8§ 1.53(b). Alternatively,
application papersthat are not designated as: (1) the national stage of an international
application (35 U.S.C. § 371, 37 C.F.R. § 1.494, or 37 C.F.R. § 1.495), (2) a
provisional application (37 C.F.R. 8 1.53(c)), or (3) a continued prosecution application
(37 C.F.R. 8 1.53(d)), will be treated as an application under 37 C.F.R. § 1.53(b).

(Q18) Must a statement seeking to establish small entity status under 37 C.F.R. § 1.27(a) be
verified?

Ansner: No. 37 C.F.R. § 1.4(d)(2) has been amended to provide that the presentation to
the Office of any paper by a party, whether a practitioner or non-practitioner, constitutes a
certification under 37 C.F.R. § 10.18(b) and that violations of 37 C.F.R. § 10.18(b)(2)
may subject the party to sanctions under 37 C.F.R. § 10.18(c). (See “Continued
Prosecution Applications’ Section for more questions regarding small entity status.)

(Q19) In order tordy on asmall entity status statement in a prior application or patent, what
must an applicant do?

Answer: Applicant may rely on a statement filed in the prior application or in the patent

to bereissued if:

(D) (a) the nonprovisional application or reissue application includes a reference to the
statement filed in the prior application or patent to be reissued (payment of the
small entity basic statutory filing fee will be treated as such a reference); or
(b) the nonprovisional application or reissue application includes a copy of the
statement filed in the prior application or in the patent to be reissued; and

2 status as a small entity is still proper and desired. 37 C.F.R. § 1.28(a)(2).

(See “Continued Prosecution Applications” Section for more questions regarding small

entity status.)

(Q20) If small entity status was claimed in good faith, but it islater discovered that such status
was established in error, will the Office require an explanation how the error in good faith
occurred and how and when the error was discovered?

Answner: No. 37 C.F.R. § 1.28(c) merely requires the payment of the deficiency between
the fees actually due and the fees paid under small entity status. (See *Continued
Prosecution Applications’ Section for more questions regarding small entity status.)



(Q21) A new continuation or division application isfiled under 37 C.F.R. § 1.53(b). The
application papers contain a copy of an oath or declaration that is not signed by one of the
inventors and a copy of the decision according 37 C.F.R. 8 1.47 statusin the prior application.
Should the Office of Initial Patent Examination (OIPE) forward the newly-filed application to the
Office of Petitions?

Answer: Yes. The application should be given a Rule 47 designation on the file jacket and
be forwarded to the Office of Petitions before being sent to the Patent Examining groups.
The Office of Petitions will inform the non-signing inventor of thefiling of the
continuation or divison and will publish an announcement in the Official Gazette.

See also Q149-152

D. Continued Prosecution Applications (CPAS) - 37 C.F.R. 8 1.53(d)

1. Basic Concepts

(Q22) Can a continued prosecution application (CPA) under 37 C.F.R. § 1.53(d) be filed based
on aprior provisional application?

Answner: No. A CPA can only befiled based on a prior nonprovisional application.
(Q23) Isaproper CPA acomplete application under 37 C.F.R. § 1.51(b)?

Answner: Yes. 37 C.F.R. 8 1.53(d)(2)(iv) provides that, in addition to the CPA request,
the CPA also includes thefile jacket and contents of a prior nonprovisional application. If
the CPA is proper, the prior nonprovisional application must have been complete under 37
C.F.R. 8 1.51(b). Thus, assuming thefiling feeispaid in the CPA, the CPA would also
include all of the partsrequired by 37 C.F.R. 8 1.51(b) for a complete nonprovisional
application.

(Q24) (revised) Can a CPA befiled based on aprior CPA?

Revised Answer: Yes. A CPA may be based on aprior CPA solong asthe prior CPA is
complete under 37 C.F.R. 8 1.51(b).

(Q25) Isthere any limit to the number of CPA requests that can be filed based on the same prior
application?

Answner: No. Thereisno limit to the number of CPA requests that may be filed in achain

of continuation or divisonal applications. Of course, only one CPA may be pending at
one time based on the same prior application.
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(Q26) Can an applicant file a continuation and a divisonal CPA based on the same prior
nonprovisional application on the same day?

Ansner: No. A CPA usesthefile jacket and contents of a prior application to constitute
the new CPA papers. Sincethefile jacket and contents of the prior application may only
be used for one CPA at atime, only one of several CPAsfiled on the same day may be
considered properly filed. Thus, if the examining group receives more than one CPA on
the same day based on the same prior application, only one of the requests for a CPA
should be assigned a paper number and entered into PALM. If the PTO recognizes (at the
time of processing) that a continuation and adivisona CPA are filed on the same day, the
continuation should be processed for further examination while the divisonal will be
treated asimproper. Therequest for adivisonal CPA will be placed in thefile, but will
not be entered. The examiner should notify applicant in the next Office action that only
one CPA may be filed on the same day based on the same prior application and that the
divisonal isimproper.

(Q27) How can applicant have the subject matter contained in the improperly deposited
divisona CPA examined?

Answer: Applicant can file a new divisional application under 37 C.F.R. 8 1.53(b) based
upon the newly filed continuation CPA. It isnoted that the new divisional application
would retain the same effective filing date.

(Q28) (revised) What isthe patent term of a patent issuing from a CPA?

Revised Answer: The patent term for a CPA is no different than the patent term for any
other nonprovisional application. For a nonprovisiona application which isnot areissue
or adesign application, the patent term would start on the date the patent issues and
would expire 20 years from the earliest effective U.S. filing date of the nonprovisional
application to which there is a specific reference under 35 U.S.C. 8 120, 121 or 365(c).
(Note that the 20-year term applies even for a patent, except areissue or adesign patent,
issuing from a CPA of a prior application filed before June 8, 1995. See Supplemental
Question and Answer No. Q153 below.) On the other hand, the term of adesign patent is
defined in 35 U.S.C. § 173 as fourteen (14) years from the date of grant, and the term of a
reissue patent isdefined in 35 U.S.C. § 251 asthe unexpired part of the term of the
origina patent.

(Q29) Can a CPA befiled based on a prior design application?
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Answer: Yes. Of course, the CPA would also be a design application. (See“Design
Practice” Section below for more questions relating to design applications.)

(Q30) Can adesign application claiming status asa divisonal of a prior utility application befiled
as a CPA based on the prior utility application by including a preliminary amendment with the
CPA cancdling the original specification and substituting a design specification?

Answner: No. A CPA based on a prior utility application resultsin the filing of another
utility application. Therefore, any design application claiming status asa divisional of a
prior utility application must be filed under 37 C.F.R. 8§ 1.53(b). (See“Design Practice”’
Section below for more questions relating to design applications.)

(Q31) (revised) Can a CPA befiled based on a prior reissue application?

Revised Answer: Yes. A reissue application isanonprovisional application. Therefore, a
CPA can befiled based on a prior reissue application so long asthe prior reissue
application was complete as defined in 37 C.F.R. 8 1.51(b). Of course, the CPA would
also be areissue application subject to the conditions of 35 U.S.C. § 251. (See “Reissue
Practice” Section in the original Questions and Answers aswell asin thefirst supplement
for more questions relating to reissue applications.)

Original Question and Answer Q32, which isreproduced below, has been deleted.
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(Q33) Can a CPA be based on (a) an application in the national stage filed under 35 U.S.C.
8 371; and (b) an international application designating the United States under 35 U.S.C. § 365(¢)?

Answer: (a) Yes. 37 C.F.R. § 1.53(d)(1)(i)(B) expressly provides that the prior application
of a CPA may be an application in the national stage in compliance with

35U.S.C. 8§371. (b) No. 37 C.F.R. 8 (d)(1)(i) does not provide for thefiling of a CPA
based on an international application designating the United States under 35 U.S.C.

8 365(c). For example, a CPA cannot be based directly on a German patent application.
However, the CPA may be based on a prior U.S. application which in turn claims benefit
of priority from the German patent application in compliance with 35 U.S.C. § 365(c).

(Q34) If aCPA request isfiled without being signed, do | lose my filing date?

Answer: No. The CPA will be accorded a filing date with the unsigned request being
placed in the file of the prior nonprovisional application. However, since the request for a
CPA isarequest to expresdy abandon the prior nonprovisional application, the request
must be signed. A notice will be mailed setting a one (1) month extendible time period to
file asigned duplicate or aratification of the previoudy submitted, but unsigned, CPA
request.

(Q35) What amendment should be made to thefirst line of the specification in a CPA to claim the
benefit of the prior application?

Ansner: None. 37 C.F.R. 8§ 1.53(d)(7) provides, in part, that "[a] request for an
application under this paragraph is the specific reference required by 35 U.S.C. 120 to
every application assigned the application number identified in such request.” Thus, an
applicant must not amend the specification to provide a specific reference to the prior
application or, in achain of CPA applications, every (prior) CPA assigned the application
number identified in the request for CPA (i.e., the non-CPA that isthe prior application as
tothefirst CPA in the chain and every CPA in the chain). Any such amendment will be
ignored and will not be entered. 1f, however, the non-CPA that is the prior application as
tothefirst CPA in the chain, in turn, claims the benefit of a prior application or
applications under 35 U.S.C. 88 120, 121, or 365(c) and it does not include a reference
back to the prior application(s) in the first sentence of the specification, then an
amendment to thefirst line of the specification will be required.

(Q36) Can a CPA befiled in an application that has been allowed or in which no Office action
has been mailed?

Ansner: Yes. A CPA may befiled in an application that has been allowed or in which no
Office action has been mailed so long as the CPA isfiled before the earliest of:

(1) payment of the issue fee on the prior application, unless a petition under 8 1.313(b)(5)
isgranted in the prior application;

(2) abandonment of the prior application; or

(3) termination of proceedingsin the prior application.

-11-



See also Q153-154

2. Carry-Over Situations

(Q37) Doesaterminal disclaimer filed to overcome a double patenting rejection in the parent
application carry over to a CPA?

Answner: Yes. A terminal disclaimer filed in the parent application to overcome a double
patenting rejection carries over to a CPA. Theterminal disclaimer filed in the parent
application carries over because the CPA retains the same application number as the
parent application, i.e., the application number to which the previoudy filed terminal
disclaimer isdirected. If applicant does not want the terminal disclaimer to carry over to
the CPA, applicant must file a petition under 37 C.F.R. § 1.182 aong with the required
petition fee, requesting the terminal disclaimer filed in the parent application not be carried
over to the CPA. See MPEP 1490, “ Withdrawing a Terminal Disclaimer,” subheading
entitled A1. Before I ssuance of Patent.”

(Q38) Does an eection madein aprior application carry over to a CPA?

Answer: An dection in the prior application carries over to the CPA only if all of the
following conditions are met:

(2) the CPA isdesignated as a continuation or is not designated at all (i.e., the CPA is
NOT designated asa divisonal);

(2) there was an express e ection by the applicant in reply to arestriction requirement in
the prior application;

(3) the CPA presents claim(s) drawn only to invention(s) claimed in the prior application;
and

(4) the CPA does not contain an indication that a shift in eection isdesired. The
examiner'sfirst action should include a repetition of the restriction requirement made in
the prior application to the extent it is still applicablein the CPA and a statement that
prosecution is being continued on the invention e ected and prosecuted by applicant in the
prior application.

(Q39) What are al the types of papers that automatically carry over from a prior nonprovisiona
application to a CPA?

Answer: The following types of papers automatically carry over and do not haveto bere-
filed in order to be effective in a CPA: affidavitsdeclarations, such as those filed under 37
C.F.R. 88 1.130, 1.131 and 1.132; information disclosure statements; terminal disclaimers
(see Question Q37); petitions under 37 C.F.R. § 1.48 filed, but not acted upon, in the
prior application; priority claims based on prior U.S. and foreign applications; submissions
establishing ownership under 37 C.F.R. 8§ 3.73(b), provided that ownership has not
changed; and genera authorizations to charge fees to a deposit account. In addition, an
election madein a prior application carries over to the CPA under the circumstances set
forth in the answer to Question Q38.
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(Q40) Can claimsto an invention previoudy disclosed in the prior application, but unclaimed, (a)
be filed with arequest for a CPA and (b) be entitled to examination?

Ansner: (a) Yes. (b) Yes. Theprovisionsof 37 C.F.R. § 1.145 do not apply to claims
added by an amendment filed prior to thefirst Office action in a CPA, becausea CPA is
considered a new application. Of course, the examiner may impose a restriction
requirement or an eection of species requirement in the CPA under the same conditions as
any other new application.

(Q41) Must a CPA request designate the CPA as either a continuation or adivisonal?

Answer: No. Therulesdo not require an applicant to designate a CPA, at the time of
filing, as either a continuation or adivisonal. However, the Office will presume that the
CPA isa continuation in the absence of such adesignation. Wherea CPA isa
continuation, not adivisional, the eection made in the prior application carries over to the
CPA under the circumstances set forth in the answer to Question Q38.

(Q42) Under what circumstances may the first action following the filing of a CPA be made final?

Answer: The claims of a CPA may befinally rejected in the first Office action in those
situations where all claims of the CPA (@) are drawn to the same invention claimed in the
earlier application, and (b) would have been properly finally regected on the grounds and
art of record in the next Office action if they had been entered in the earlier application.
However, it would not be proper to make final afirst Office action in a continuing
application, including a CPA, where the continuing application contains material which
was presented in the earlier application after final rgection or closing of prosecution but
was denied entry because: (1) new issues were raised that required further consideration
and/or search; and/or (2) the issue of new matter wasraised. Thus, if the CPA is
accompanied by or requests entry of an amendment initially denied entry in the prior
application because (1) new issues were raised that required further consideration and/or
search and/or (2) theissue of new matter was raised, then the first action following the
filing of the CPA will not be made final. 1f the amendment after final rgection was not
denied entry via an advisory action, then the examiner's next action following the filing of
the CPA may be made final under MPEP 706.07(b).

(See “Small Entity Status’ Subsection for questions relating to the carry-over of small entity
statusin a CPA.)

3. Faxing and Mailing

(Q43) Can aCPA befiled by facsimile?

Ansner: Yes. 37 C.F.R. 8§ 1.6 has been amended to permit the acceptance of CPAs by
facamile. Thiswill permit an applicant to file a CPA by facsimile directly to the examining
group to which the prior application was assigned. Applicants, however, are cautioned
that the provisions of 37 C.F.R. § 1.8 do not apply to the filing of a CPA, so that the filing
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date of the CPA will be the date the facsimile submission was completely received in the
Office and not the date it was transmitted.

(Q44) Should a CPA be faxed to the Office of Initial Patent Examination (Ol PE)?

Ansner: No. A CPA will not be processed by OIPE. Therefore, a CPA should be faxed
directly to the examining group or art unit to which the prior nonprovisonal application is
assigned.

(Q45) Isthere any procedure in the rules for establishing receipt by the PTO of a CPA filed by
facsamile transmission where the PTO has no evidence of receipt of the CPA?

(Q46)

Answer: Yes. 37 C.F.R. 8 1.6(f) provides for the situation in which the PTO has no
evidence of receipt of a CPA transmitted to the Office by facsmile transmission. Section
1.6(f) requires that a showing thereunder include, inter alia, a copy of the sending unit's
report confirming transmission of the CPA or evidence that came into being after the
complete transmission of the CPA and within one business day of the complete
transmission of the CPA. Therefore, applicants are advised to retain copies of the sending
unit'sreports in situations in which such unit is used to transmit a CPA to the Office or
otherwise maintain alog book of the transmission of any CPA to the PTO.

Do the provisons of 37 C.F.R. § 1.8 apply to a CPA?

Answer: No. A CPA isnot correspondence that must befiled in the prior application
within a set period of time, but a"new" application that claims the benefit under 35 U.S.C.
§ 120 and 37 C.F.R. 8 1.78 of the prior application. 35 U.S.C. § 120 requiresthat an
application, inter alia, be "filed before the patenting or abandonment of or termination of
proceedings on the first application.” Unlike 37 C.F.R. § 1.10, correspondence filed
pursuant to 37 C.F.R. 8 1.8 isnot accorded a filing date as of its date of deposit with the
United States Postal Service (USPS), but is smply considered timdly if deposited with the
USPS prior to the expiration of the time period for filing such correspondence. Thus,

37 C.F.R. 8 1.8, by itsterms, does not apply to a CPA. Applicantsfiling a CPA by
facamile transmission are cautioned that the filing date of a CPA isthe date the complete
transmission of the CPA isreceived in the PTO and not necessarily the date it was
transmitted.

(Q47) Can aCPA mailed by first class mail obtain the benefits of the certificate of mailing
practice under 37 C.F.R. § 1.8?

Answner: No. Thefiling of arequest for a CPA isa paper filed for the purpose of obtaining
an application filing date and is specifically excluded from the benefits of the rule by 37
C.F.R. 81.8(8)(2)(i)(A).

(Q48) The PTO mailsafina Office action on July 2, 1997 (Wednesday). Applicant submitsa
petition for three-month extension of time (and the fee) and a CPA request via USPS first class
mail under 37 C.F.R. 8 1.8 on January 2, 1998 (Friday). However, the PTO does not receive the
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petition and the CPA request until January 5, 1998 (Monday). Isthe CPA proper?

Answer: No. The petition and the CPA request were not filed until January 5, 1998,
which is after the abandonment (midnight on Friday, January 2, 1998) of the prior
application. Therefore, the requisite copendency (8 1.53(d)(1)(ii)(B)) has been lost.
Under 37 C.F.R. 8 1.8(a)(2)(i)(A), a CPA request is specifically excluded from the
benefits of a certificate of mailing under § 1.8.

(Q49) The PTO mailsafina Office action on July 2, 1997 (Wednesday). Applicant submitsa
petition for three-month extension of time (and the fee) and a CPA request viafacsimile
transmission under 37 C.F.R. § 1.8 at 9:00 PM (PST) on January 2, 1998 (Friday). However, the
PTO does not receive the facsmile transmission until 12:01 AM (EST) on January 3, 1998
(Saturday). Isthe CPA proper?

Answer: No. The CPA request was not filed until January 5, 1998 (Monday), which is after
the abandonment (midnight on Friday, January 2, 1998) of the prior application, because the
complete facamile transmission was not received until January 3, 1998 (Saturday). Under
37 C.F.R. 8 1.6(a)(3), correspondence transmitted by facsmile will be stamped with the date
on which the complete transmission isreceived in the Office, unlessthat date is a Saturday,
Sunday, or a Federal holiday within the District of Columbia, in which case the date stamped
will be the next succeeding day which is not a Saturday, Sunday, or a Federal holiday.
Therefore, the requisite copendency (8 1.53(d)(1)(ii)(B)) has been lost. Under

37 C.F.R. 8 1.8(a)(2)(i)(A), a CPA request is specifically excluded from the benefits of a
certificate of facsmile transmission under § 1.8.

(Q50) Will a CPA mailed by Express Mail under 37 C.F.R. § 1.10 be accorded afiling date as of
the date of deposit in Express Mail service?

Ansner: Yes. Any patent application, including a CPA, can befiled by Express Mail
service under 37 C.F.R. 8 1.10. Aswith any other paper filed by Express Mail service, the
Express Mail labd number should be placed on the request for a CPA prior to deposit in
Express Mail service.

4. Small Entity Status

(Q51) If status as a small entity was properly established in the prior application, isit necessary
for applicant to determine his/her entitlement to small entity status at the time a CPA isfiled?

Ansner: Yes. Thefiling of a CPA requires a new determination of applicant’s entitlement
to small entity status.

(Q52) Doessmall entity status automatically carry over from the prior application to the CPA?
Ansner: No. Status asa small entity must be specifically established in every application

in which the status is available and desired. However, in any continuing application,
including a CPA, status as a small entity may be established simply by paying the basic
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filing fee in the small entity amount. If payment of the basic filing fee in the small entity
amount is made, it would not be necessary to file a new statement or a copy of the prior
statement. 37 C.F.R. § 1.28(a)(2).

(Q53) If status as a small entity was established in the prior application and a CPA isfiled with a
general authorization to charge fees to a deposit account, but without indicating that the filing fee
isto be charged in the small entity amount, should the filing fee be charged in the large or small
entity amount?

Answner: The large entity filing fee should be charged, because small entity status does not
automatically carry over from the prior application to the CPA.

(See"Application Filing Changes (In General)" Section for more questions regarding small entity
status, and “Carry-Over Situations’ Subsection for additional questions relating to carry-over
stuations from a prior application.)

5. Feelssues
(Q54) Can a CPA be filed without the basic filing fee?

Ansner: Yes. If aCPA isfiled without the basic filing fee, the appropriate examining
group will mail a“Notice to File Missing Parts of Application” setting a time period for
paying the basic filing fee and the surcharge set forth in 37 C.F.R. § 1.16(e). Of course, a
CPA isnot a complete application under 37 C.F.R. 8 1.51(b) until thefiling fee required
under 37 C.F.R. 8§ 1.16 ispaid. See also Question Q57.

(Q55) If the prior application contains a general authorization to charge fees to a deposit
account, isit ill possbleto file a CPA without paying the filing fee?

Answer: Yes. Where the applicant desiresto file a CPA without paying thefiling fee on
the filing date of the application, applicant may file the CPA with specific instructions
revoking the general authorization filed in the prior application.

(Q56) Should copendency be checked before a deposit account is charged or a check is cashed
for thefiling feein a CPA?

Answner: No. Itisnot necessary to check for continuity before the filing fee is charged to
adeposit account or a check for thefiling fee is cashed. If continuity is later found to be
lacking, the applicant may be able to establish continuity by way of a petition to revive.
Under certain circumstances where continuity cannot be established by way of a petition
to revive, the application may be accorded a filing date by way of a petition under

37 C.F.R. 8 1.53(e) to convert the application to a 37 C.F.R. 8 1.53(b) application. If a
filing date is never accorded the application, the filing fee which was paid may be
refunded, less the $130.00 handling fee set forth in 37 C.F.R. 8§ 1.21(n).

(Q57) Can an examiner’s action on the merits be issued or an interview be conducted in a CPA
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prior to the payment of the filing fee and any surcharge required by 37 C.F.R. § 1.16(e)?

(Q58)

Answner: No. A CPA will not be placed upon thefiles for examination until all of its
required parts, including the filing fee and surcharge, arereceived. See 37 C.F.R.

8 1.53(h). Instead, where a CPA isfiled without the appropriate filing fee, a notice should
be mailed by the examining group setting a time period within which the filing fee and
surcharge must be filed in order to avoid abandonment of the CPA. Thus, it would be
inappropriate to conduct an interview or to issue an action on the meritsin the CPA until
the noticeis mailed and a proper reply filed.

Does the prior application of a CPA become abandoned even if therequisitefiling feeis

not included at the time the CPA request isfiled?

Answer: Yes. Payment of thefiling feeisirrelevant to the abandonment of the prior
application by operation of the filing of a CPA under 37 C.F.R. § 1.53(d).

6. AmendmentsyRepliesin Prior Application

(Q59)

(Q60)

(Q61)

Isa CPA request areply to afinal rgection?

Answer: Under statute and regulation, the filing of a CPA operates to automatically
abandon the prior application in favor of the CPA. Thus, a CPA is, strictly speaking, not a
reply under 37 C.F.R. 8 1.113 to afinal rgection, asthefiling a CPA will not avoid
abandonment of the prior application. An applicant, however, may effectively reply to a
final rgection and continue prosecution of an application under final rgection by filing a
CPA within the time period for reply to the final rejection. That is, the examination of the
CPA will begin at the close of prosecution in the prior application (with any amendment
directed to be entered by the applicant).

Can a CPA befiled in reply to a Notice to File Missing Parts of Application?

Answer: No. 37 C.F.R. 8§ 1.53(d) requires that the prior application of a CPA be complete
under 37 C.F.R. § 1.51(b) or be the national stage of a PCT international application in
compliance with 35 U.S.C. § 371. Thus, the prior application of a CPA must have
included an oath or declaration under 37 C.F.R. § 1.63 and either the basic filing fee or the
national fee (for aPCT application). If either an oath or declaration or basic filing fee (or
national fee) was required by the Notice to File Missing Parts of Application, they must be
filed in the prior application to permit the filing of a CPA of such prior application. If,
however, the oath or declaration and basic filing fee (or national fee) wasfiled in the
application (e.g., the Notice to File Missing Parts of Application only required additional
claims fees), then applicant may abandoned the application in favor of a CPA.

What happens when a CPA isfiled with a new specification?

Answer: The new specification will be treated as a substitute specification under 37
C.F.R. 8§ 1.125. However, the applicant must comply with the requirements of 37 C.F.R.
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8§ 1.125(b) before the substitute specification will be entered into the CPA. (See“ Manner
of Making Amendments’ Section below for additional questionson 37 C.F.R. § 1.125.)

(Q62) May an applicant file an amendment after final with a"conditional” request for a CPA
under 37 C.F.R. § 1.53(d) to be effective if the amendment after final is not entered?

Answer: No. Any "conditional” request for a CPA filed as a separate paper with an
amendment after final in an application will be treated as an unconditional request for a
CPA of such application. Thiswill result (by operation of 37 C.F.R. 8 1.53(d)(2)(iii)) in
the abandonment of such (prior) application, and (if so instructed in the request for a
CPA) the amendment after final in the prior application will be treated as a preiminary
amendment in the CPA. As37 C.F.R. 8§ 1.53(d) requiresthat a request for a CPA beon a
separate paper, any request for CPA (whether conditional or not) within an amendment
after final for the prior application is an improper request for a continued prosecution
application under 37 C.F.R. 8 1.53(d) and will beignored.

(Q63) An applicant filesa single paper (e.g., atranamittal |etter) requesting a CPA and includes a
reguest to charge extension of time feesin the prior application. Does this practice violate the
"separate paper” requirement of 37 C.F.R. 8§ 1.53(d)(2)?

Answner: No. The CPA isnot improper smply because it is combined with a petition for
extension of time. The "separate paper” requirement of 37 C.F.R. 8§ 1.53(d)(2) is intended
to preclude an applicant from burying a request for a CPA in a paper submitted primarily
for another purpose, e.g., within an amendment after final for the prior application.

(Q64) Will an amendment after final filed and refused entry in the prior application automatically
be entered in the CPA?

Answner: No. Applicant must file a specific instruction to enter amendment(s) refused
entry in the prior application.

(Q65) An after-final amendment under 37 C.F.R. § 1.116 has been filed in an application. Two
days later, the applicant decidesto file a CPA request. Must the examiner act on the after-final
amendment?

Answer: Yes. The examiner must act on the after-final amendment unless the CPA papers
have been matched with and entered into the file of the prior application. However, once

the CPA is entered, the amendment to the prior application would become moot. If entry

of an after-final amendment (not indicated as entered) is desired in a CPA, applicant must

include an instruction to enter the after-final amendment in the CPA papers.

(Q66) IsaCPA entitled to afiling dateif the issue fee was paid in the prior application after the
CPA was filed and the patent issues before the express abandonment under 37 C.F.R.
§ 1.53(d)(2) is recognized?

Answer: No. While the date of abandonment of the prior application isthefiling date of
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the CPA under 37 C.F.R. 8 1.53(d)(2), the express abandonment of the prior application
does not become effective until the abandonment is actually recognized. Once a patent
issues on the prior application, the prior application cannot be expressy abandoned and
the PTO cannot recognize the express abandonment, even if the date of abandonment of
the prior application would have been prior to the patent issue date. Thus, the request for
a CPA isconsidered improper. The examining group will order a new file jacket (having a
new application number) for the CPA paper and notify the applicant of the improper status
of the attempted CPA. Applicant must file a petition under 37 C.F.R. § 1.53(e) to convert
the attempted CPA to an application under 37 C.F.R. 8§ 1.53(b). Otherwise, the
proceedings on the attempted CPA will be terminated.

7. Inventorship | ssues

(Q67) InaCPA, how do | delete an inventor that was named in the prior nonprovisional
application?

Answner: A statement must accompany the CPA request, at the time of filing, requesting
deletion of the name(s) of the person(s) who are not inventors of the invention being
claimed in the new application. 37 C.F.R. § 1.53(d)(4).

(Q68) What are the consequencesif a CPA request names an inventive entity which is different
from the inventive entity in the prior nonprovisional application?

Answner: Theinventive entity set forth in the prior nonprovisional application carries over
into the CPA UNLESS the CPA request names as inventors less than all the inventors
named in the prior application and includes on filing the statement required by 37 C.F.R. §
1.53(d)(4). However, the inventive entity in a CPA may be corrected by filing an
appropriate petition under 37 C.F.R. § 1.48(a).

(Q69) What happensif the CPA papers include a new oath or declaration naming an inventor not
named in the prior application?

Answer: The inventive entity of the CPA will be the same as the inventive entity of the
prior application. However, the new oath or declaration will be placed in the application
file. Upon review of the application, the examiner will notify the applicant in the first
Office action that the inventive entity of the prior application has been carried over into
the CPA. If theinventive entity set forth in the new oath or declaration is desired, then a
petition under 37 C.F.R. § 1.48 must befiled. No new oath or declaration need befiled
with the later-filed petition under 37 C.F.R. § 1.48, since such was submitted on filing.

It should be noted that thefiling in a CPA of a new oath or declaration containing
an inventive entity different from that set forth in the prior nonprovisiona application may
result in the clamsin the CPA being regected under 35 U.S.C. § 102(f).

(Q70) A CPA isfiled where the transmittal page lists one additional inventor not named in the

prior nonprovisional application. A petition for correction of inventorship under 37 C.F.R.
§ 1.48 wasfiled in the prior nonprovisiona application but was not yet granted. Isthe CPA a
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proper application and will the petition, which was not acted upon, now be treated in the CPA
application?

Ansner: Yes, the CPA isaproper application and the petition for correction of
inventorship under 37 C.F.R. § 1.48 filed in the prior nonprovisional application will be
treated in the CPA. However, until the petition is granted, the CPA will be treated as
naming, asinventors, the same inventors named in the prior nonprovisional application.
[1t should be noted that both the petition and the CPA refer to the same application
number. Further, the declaration filed with the petition naming the “Correct” inventorship
executes the specification of both the prior nonprovisional and the CPA application (the
CPA utilizes the specification from the prior nonprovisional application).]

(Q71) A divisonal CPA isbased on aprior application which was filed with inventors A and B.
During the prosecution of the prior application, claims drawn to B’s contribution were canceled,
and consequently B was deleted as a named inventor via a petition under 37 C.F.R. 8§ 1.48. The
divisona CPA isfiled with (1) a prdiminary amendment canceling clamsdravnto A’s
contribution while adding claims drawn to B’ s contribution and (2) arequest for the deletion of A
asinventor and the naming of B asthe soleinventor. Isthisaproper CPA?

Answer: Yes. The CPA isconsdered proper and entitled to afiling date, but with A as
the soleinventor. Under 37 C.F.R. § 1.53(d), a CPA names, asinventors, the same
inventors named in the prior application on the date the CPA was filed, except where the
CPA isfiled with a statement requesting deletion of the name or names of the person or
persons who are not inventors of the invention being claimed in the new CPA. No person
may be named as an inventor in a CPA who was not named as an inventor in the prior
application on the date the CPA was filed, except by way of a petition under 37 C.F.R.
§1.48. Since A isthe soleinventor named in the prior application on the date the CPA is
filed, A will be considered the sole inventor in the CPA until a petition under 37 C.F.R.

§ 1.48 isfiled and granted in the CPA.

(See “Correction of Inventorship” Section for additional questions relating to inventorship issues.)
See also Q155

8. Recognition of a CPA

(Q72) How will one recognize a CPA by looking at the application file wrapper?

Answer: The CPA status of the application will be indicated on the file jacket in two ways
asfollows:

(1) by a“Contents’ entry listed as “Request for CPA”; and

(2) by abold ACPA” labd (approx. 1.5" X 0.75") placed on the front face of the
file jacket.

Note that no CPA continuity data will be printed on the PALM data label on the
front of thefile jacket or on the PALM sheset insde thefile.
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(Q73) How will a CPA be recognized on a PALM screen?

Answer: By an entry in the “Contents’ column of the 2952 screen of:

AACPA” for a Request for a continuation CPA; or

ADCPA” for a Request for adivisional CPA.

The date indicated in the areato theright of AACPA” or ADCPA” in the
“Contents’ column will be thefiling date of the CPA.

(Q74) How will PALM indicate the abandonment of the prior application in favor of a CPA, and
when will the abandonment of the prior application be counted?

Answer: When the CPA request is entered into PALM at the examining group leve, an
entry of an abandonment, in the manner smilar to FWC practice, as AABN3" can be seen
in the “Contents’ column on the 2952 screen. After entry, the CPA will be forwarded to
the examiner, who will then be able to work on the application. The abandonment of the
prior application will be counted when the PALM data are entered.

E. CPA Practiceversus37 C.F.R. §1.129(a) or 37 C.F.R. §1.62 FWC Practice
(Q75) (revised) Arethe attributes of a CPA the same as a submission under 37 C.F.R.
§ 1.129(a) or an application filed under former 37 C.F.R. § 1.62?

Revised Answer: No. While a CPA shares some common attributes with a submission
under 37 C.F.R. 8 1.129(a) aswell as an application filed under 37 C.F.R. § 1.62, it isalso
digtinctly different from each. For example, under former 37 C.F.R. § 1.62, new matter
could be introduced in the new 37 C.F.R. 8 1.62 application, if filed as a continuation-in-
part (CIP). By contrast, 37 C.F.R. 8 1.53(d) does not permit the introduction of new
matter. Furthermore, a member of the public may be permitted to access a pending 37
C.F.R. 8§ 1.62 application, if an application in the file wrapper was abandoned and
referenced in aU.S. patent. However, a member of the public will not be permitted to
access a pending CPA where the only basis for public accessis that an application in the
file wrapper is abandoned and referenced in a U.S. patent. Finally, unlike a submission
under 37 C.F.R. 8 1.129(a), thereis no limit to the number of CPA requests.
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(Q76) Under 37 C.F.R. 8 1.62(f) (now obsolete), the filing of a FWC was construed to include a
waiver of secrecy by the applicant under 35 U.S.C. § 122. Does a similar waiver apply to the
filing of a CPA?

Answner: Yes. 37 C.F.R. 8§ 1.53(d)(6) specifically states that a waiver of secrecy appliesin
aCPA. Thewaiver of secrecy isretained so that if an individual has a power to inspect or
is otherwise entitled to access to one application in the file jacket of the CPA, the Office
may release the entire file wrapper to that individual.

(Q77) Will an information disclosure statement (IDS) filed in a prior application be automatically
considered in aCPA? Isthisdifferent than existing 37 C.F.R. § 1.129(a) practice or the practice
under former 37 C.F.R. § 1.62?

Answer: InaCPA, al information disclosure statements filed in the prior application that
comply with the content requirements of 37 C.F.R. § 1.98 will automatically be considered
by the examiner. No resubmission or request that the previously submitted information be
considered in the CPA isrequired. Thus, aprevioudy filed IDS, which complied with the
content requirements of 37 C.F.R. § 1.98 but not with the timing requirements of 37
C.F.R. §1.97 and was, asaresult, NOT considered in the prior application, must be
consdered by the examiner when preparing the first Office action in the CPA. Thisisthe
existing practice under 37 C.F.R. § 1.129(a), but is different from the prior practice
involving a 37 C.F.R. 8§ 1.62 application wherein, in order to ensure consideration of
information submitted in compliance with the content requirements of

37 C.F.R. § 1.98 which had not been considered in a parent application, applicant had to
either specifically request that the previoudy submitted information be considered in the
37 C.F.R. 8 1.62 application or applicant had to resubmit the information in compliance
with the requirements of 37 C.F.R. 88 1.97 and 1.98.

[I. CORRECTION OF INVENTORSHIP-37C.F.R.881.41,1.48,1.324

(Q78) How does an applicant change the inventorship named in the original application papers
filed under 37 C.F.R. 8 1.53(b) without an executed oath or declaration (37 C.F.R. § 1.53(f)) to
the inventorship named in the later-filed oath or declaration pursuant to 37 C.F.R. 8§ 1.48(f)?

Answer: The inventorship may be corrected by filing the executed oath or declaration.
The inventorship is (automatically) changed merely by filing the executed oath or
declaration. 37 C.F.R. 8 1.48(f) isnot a provision under which an applicant may or must
petition to correct the inventorship in an application. 37 C.F.R. § 1.48(f) smply states the
effect that the subsequent filing of an executed oath or declaration will have, without
further action by the applicant, pursuant to 37 C.F.R. 8 1.41(a) in an application filed
without an executed oath or declaration (37 C.F.R. § 1.53(f)) in the event the executed
oath or declaration names a different inventorship than that set forth in the original
application papers. Where an application isfiled without an oath or declaration, the
subsequent filing of an executed oath or declaration will act automatically to set forth the
persons named in the executed oath or declaration asthe inventors (37 C.F.R. § 1.48(f)).
That is, any difference in the persons named as inventors between the original application
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papers and an executed oath or declaration subsequently filed to complete the application
will automatically be resolved in favor of the subsequently filed executed oath or
declaration.

(Q79) If an executed oath or declaration subsequently filed to compl ete the application names
inventors different from the persons set forth in the original application papers, will a new filing
recelpt reflecting the inventorship set forth in the executed oath or declaration be issued?

Ansner: No. A new filing receipt will not be issued unless the applicant also filesa
request for a corrected filing receipt and the fee set forth in 37 C.F.R. 8 1.19(h). It has
been PTO practiceto issue afiling receipt a the time afiling dateisgranted. This practice
will be maintained under the new rules, even where the inventors have not been named at
the timethefiling date is granted. If applicants desire an initial filing receipt with the
correct inventorsidentified, they should identify the correct inventors at the time the
application isinitialy filed. Thiswill preclude the need for a corrected filing receipt,

which would be available only upon request and payment of the requisite fee. For these
reasons, applicants are encouraged to identify the correct inventive entity at the time an
application isinitialy filed.

(Q80) Must a petition under 37 C.F.R. § 1.41(a) to correct the inventorship in an application be
accompanied by a petition under 37 C.F.R. 8 1.137 to revive the application?

(Q81)

(Q82)

Ansner: No. The petition practice set forth in 37 C.F.R. § 1.41(a) is applicable only
where an application: (1) became abandoned prior to the filing of an executed oath or
declaration; and (2) does not set forth the inventorsin the original application papers.
Note that this petition practice is applicable only when an application became abandoned
prior to the filing of an executed oath or declaration.

What are my options if | need to correct the inventorship in an application or in a patent?

Answner: The options for an application are: (1) refiling the application with the correct
inventive entity without need to resort to a petition; (2) filing a petition under 37 C.F.R.
8 148 in anon-reissue application; or (3) in areissue application, filing another reissue
oath or declaration (37 C.F.R. 8§ 1.171 and 1.175).

The options for a patent are: (1) filing a petition under 37 C.F.R. § 1.324; (2) filing
areissue application (37 C.F.R. 8§ 1.171 and 1.175); or (3) obtaining a court order (35
U.S.C. § 256).

Asthe diligence requirement for filing petitions under 37 C.F.R. 8§ 1.48 has been removed,

can | file a petition to correct inventorship at any time prior to issue?

(Q83)

Answer: No. Petitionsunder 37 C.F.R. § 1.48 filed after final rgection or allowance are
still subject to the timeliness requirements under 37 C.F.R. § 1.116 or § 1.312.

If 1 need to change the inventorship in an application where an executed oath/declaration

has not been submitted on filing, do | need to do this by petition or refiling of the application?
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Ansner: Nether. 37 C.F.R. 8 1.48(f) will operate automatically to change the
inventorship when an executed oath/declaration is later submitted during the pendency of
the application along with the surcharge for the delayed submission of the
oath/declaration.

(Q84) Will the changes to the rules with respect to deceptive intent apply only to applications
filed after the effective date of the rule?

Answer: No. The changes to the rules with respect to deceptive intent will apply not only
to applications filed after the effective date of the rule, but also to earlier-filed applications
that are pending on the effective date of therule. (See “Reissue Practice” Section for a
guestion relating to the sufficiency of areissue oath or declaration.)

[II. CONFIDENTIALITY OF APPLICATIONS-37C.F.R.81.14

(Q85) Which abandoned applications may be released to the public without a power to inspect
or agranted petition for access?

Answer: An abandoned application that isin the file jacket of a pending application under
37 C.F.R. 8§ 1.53(d) (i.e., a CPA) may not be released to a requester without a power to
inspect or a granted petition for access, unless the requester is the applicant or assignee.
Abandoned applications (other than those inside a CPA) which may be released to the
public are as follows:

1. abandoned applications which arereferred to in the text of a U.S. patent;

2. abandoned applications which are referred to in an application (either in the
prosecution history or in the text of the application) that is open to public
inspection (for example, a patent file, areissue, an abandoned application that
claims priority under 35 U.S.C. 8§ 120 to an application that has issued as a patent,
an abandoned application that is referred to in the text of a patent or in an
application that is open to public inspection);

3. abandoned applications which claim the benefit of an application that is open to
public inspection - that is, one that claims 8§ 120 priority to, or isa child application
of, an application that is open to public inspection (the PALM 2962 transaction
can be used to determine continuity data); or

4, abandoned applications which have been laid open by the applicant.

(Q86) If an application isreferred to in the text of a patent, can access to the application be given
to amember of the public who is not the applicant?

Answner: Maybe. If the application is pending, then the pending application should not be
released without a petition decision granting access to the member of the public or a
power to ingpect. If the application is abandoned, then 37 C.F.R. § 1.14(a)(3)(iv)(A)
permits the member of the public to obtain access to or copies of the abandoned
application, except if it isin thefile of a CPA.
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(Q87) What if the pending application isincorporated by reference in the patent?

Answner: Aslong asthe application is pending, then the pending application file should not
be released without a petition decision granting access to the member of the public or a
power toinspect. However, 37 C.F.R. § 1.14(a)(2) provides that a member of the public
may obtain a copy of an application-as-filed where the application isincorporated by
referencein aU.S. patent. The member of the public should contact Certification Division
to order a copy of the application asoriginally filed. The order may be faxed to
Certification Division at (703) 308-9759 and paid by PTO deposit account, VISA, or
MasterCard.

(Q88) May amember of the public obtain access to a pending CPA of an abandoned application
which is either referred to in the text of a patent (37 C.F.R. 8 1.14(a)(3)(iv)(A)) or in an
application that is open to public inspection (37 C.F.R. 8 1.14(a)(3)(iv)(A)) (for example, a patent
file, areissue, etc.)?

Answer: No, accessis not possible in the absence of a granted petition for access under
37 C.F.R. 8§1.14(e)(1). 37 C.F.R. 8§ 1.14(a)(3)(iv) providesthat a member of the publicis
entitled to certain abandoned applications, but not if the application isin thefile jacket of a
pending application under 37 C.F.R. § 1.53(d) (i.e., in apending CPA). The waiver of
secrecy provided by 37 C.F.R. § 1.53(d)(6) does not operate to make the pending CPA
available for ingpection to a requester other than an applicant or assignee, unlessthe
requester has a power to inspect one or more of the applicationsin thefile. Providing
public access to pending applications is undesirable (from the perspective of the applicant
aswdll asthe Office) because it can interfere with the prosecution of the application by
permitting the application to be removed from the examiner'sdesk. Accordingly, therule
does not provide for public access to pending CPAS, even if an application within the file
of the CPA is abandoned and referred toin a U.S. patent or an application that is open to
public inspection.

IV. MANNER OF MAKING AMENDMENTS-37C.F.R.881.121, 1.125 (See also
“ Reissue Practice’ Section)

(Q89) Dotherevisonsto 37 C.F.R. § 1.121 change the amendment practice with respect to
nonprovisional, non-reissue applications?

Answner: No. Substantive changes have not been made with respect to amendment
practice in nonprovisional, non-reissue applications. (See“Reissue Practice” Section for
changes to amendment practice in reissue applications.)

(Q90) How do amendments to nonprovisional, non-reissue applications differ from those of
reissue applications?

Answer: In comparing amendment practice to the specification for non-reissue and reissue
applications, all amendments in the reissue application are to be made relativeto (i.e., vis-
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a-vis) the patent specification and drawings in effect as of the date of thefiling of the
reissue application. Changes are shown using underlining and bracketing relative to the
patent specification. In addition, the entire paragraph of disclosure with the changes and
the entire claim with the changes must be presented in making the amendment. On the
other hand, amendmentsin a non-reissue application are to be made relative to prior
amendments (with underlining and bracketing in a reproduced claim reflecting changes
made relative to the prior amendment), and insertions and del etions can be made without
reproducing the entire paragraph of disclosure or the entire claim. Further (for a non-
reissue application), in amending the text of the disclosure other than the claims, changes
are not shown by underlining and bracketing, even where a paragraph of disclosureis
reproduced. (See “Reissue Practice’ Section for questions relating to amendment practice
in reissue applications.)

(Q91) Can an amendment of a claim of a nonprovisional, non-reissue application be made by
requesting the Office to “hand-enter” changes of five words or |ess?

Answer: Yes. In non-reissue applications, such a request would still be permitted under
37 C.F.R. 8§ 1.121(a)(2)(i)(B). However, arequest to “Hand-enter” changes of five words
or lessin areissue application will no longer be permitted. (See*”Reissue Practice”
Section for questions relating to amendment practice in reissue applications.)

(Q92) In nonprovisional, non-reissue applications, how does the manner of making amendments
to the specification differ from the manner of making amendments to the claims?

Answer: The answer isfound in 37 C.F.R. § 1.121(a), which relates to amendmentsin
non-provisional applications other than reissue applications. Paragraph (a)(1) relatesto
the manner of making amendmentsin the specification other than in the claims. Paragraph
(&)(2)(i) requiresthe precise point in the specification to be indicated where an addition is
to beinserted. Paragraph (a)(1)(ii) requires the precise point in the specification to be
indicated where a deletion isto be made. This should be compared to addition or
cancellation of material from the patent specification in a reissue application (paragraph
(b)(1)(ii)) or in areexamination proceeding (8 1.530(d)(1)(ii), e.g., by way of a copy of
the rewritten material). An amendment containing deletions mixed with additions will be
treated according to both paragraphs (a)(2)(i) and (a)(1)(ii). In contrast to amendments to
the claims, amendments to the specification (additions or deletions) do not require
markings, only identification of an insertion point. However, where the changes made are
not readily apparent, the examiner may request the applicant to provide an explanation of
the changes or a marked up copy showing the changes made. Paragraph (a)(2)(iii)
provides that to reinstate matter previoudy deleted it must be reinstated by a new
amendment inserting the matter. In regard to amendment of claims, Paragraph (a)(2) of

§ 1.121 relates to the manner of making amendmentsin the claims of a non-reissue
application. Paragraph (a)(2)(i) permits amendment by instructions to the Office for a
deletion, paragraph (8)(2)(i)(A), or for an addition limited to five words in any one claim,
paragraph (8)(2)(i)(B). The ability to provide directions to the Office for the handwritten
deletion of five words or less for each claim does not encompass del etion of equations,
charts or other non-word material. Paragraph (a)(2)(ii) sets forth that a claim may be
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amended by a direction to cancel the claim or by rewriting the claim with markings
showing material to be added and deleted. Additionally, previoudy rewritten claims are
required to be so marked and not to have interlineations showing amendment(s) previous
to the one currently being submitted.

(Q93) In nonprovisional, non-reissue applications, how do applicants make amendments to the
drawings?

Answer: 37 C.F.R. 8§ 1.121(a)(3) clarifies that amendmentsto the origina application
drawings for non-reissue applications are not permitted and are to be made by way of a
substitute sheet for each original drawing sheet that isto be amended. The paragraph
contains material from canceled § 1.115. Amendmentsto the original application
drawings are not permitted. Any change to the application drawings must be by way of a
substitute sheet of drawings for each sheet changed submitted in compliance with § 1.84.
Where a change to the drawingsis desired, a sketch in permanent ink showing proposed
changesin red, to become part of the record, must be filed for approval by the examiner
and should be in a separate paper.

(Q94) In nonprovisional, non-reissue applications, can the examiner require an amendment to the
disclosure to require compl ete correspondence between the specification, claims and drawings?

Answer: No. 37 C.F.R. 8§ 1.121(a)(5) merdly requires “ Substantial correspondence’ in
the specification, the claims and the drawings.

(Q95) With respect to nonprovisional, non-reissue applications, did the Office implement the
proposal to require al previous amendments be presented when there is any amendment to the
cdams?

Answner: No. Proposed paragraphs (b)(2)(iv) and (v) of 37 C.F.R. § 1.121, relating to a
requirement for submission of al amendments be presented as of the date when any
amendment to the claims is made and to the failure to submit a copy of any added claim
would be construed as a direction to cancel that claim, were not implemented.

(Q96) Where an applicant intends to make numerous amendments to the specification (excluding
the claims) of a non-reissue application, can the applicant file a substitute specification under
37 C.F.R. 8§ 1.125 to effect the changes to the specification?

Ansner: Yes. In order tofile a substitute specification (excluding the claims) in
compliance with 37 C.F.R. 8§ 1.125 in a non-reissue application, applicant must: (1) submit
aclean copy of the substitute specification with the changes already made; (2) filea
statement that the substitute specification does not introduce new matter; and (3) provide
amarked-up copy of the specification indicating the changes made rel ative to the previous
specification. The substitute specification may be filed as a matter of right at any time up
to the payment of the issue fee. In preparing the marked-up copy, applicant may
conveniently use the “Compare document” option (or equivalent thereof) availablein
many word processing programs--i.e., the changes may be indicated by any reasonable
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indicia such as “redlining/strikeouts’ or “bracketing/underlining.” 1t must be emphasized,
however, that the provisions of 8 1.125 do not apply to the claims. Furthermore, 8
1.125(d) makesit clear that a substitute specification under § 1.125 is not permitted in
reissue applications or reexamination proceedings. (See “Continued Prosecution
Applications’ Section for a question relating to a CPA filed with a new specification.)

V. TIME-TO-REPLY CHANGES-37C.F.R. 8§1.135, 1.136

(Q97) What difference does it make that a "time period” rather than a"time limit" is given under
amended 37 C.F.R. § 1.135(c)?

Answer: Under former 37 C.F.R. 8 1.135(c), the failure to complete the reply to an Office
action within the specified time limit resulted in the application being considered as
retroactively abandoned as of the expiration date for reply to such Office action (not as of
the expiration date of the specified time limit), since the reply filed was non-responsive and
not timely completed. This had adverse effects, especially when the applicant sought to
file a continuing application within the specified time limit rather than complete the reply
(asthefailure to complete the reply to an Office action within the specified time limit
resulted in the application being considered abandoned as of the expiration date for reply
to such Office action and copendency would not be present for the continuing
application).

Under 37 C.F.R. § 1.135(c) as amended, an examiner is authorized to consider a
reply that is not fully responsive to a non-final Office action adequate to avoid
abandonment for failure to timely reply to such Office action. Specifically, amended
37 C.F.R. 8 1.135(c) authorizes an examiner to treat areply that is not fully responsive to
anon-final Office action by: (1) considering the reply as being responsive to the last
Office action and acting on thereply; (2) giving the applicant a new time period for reply
to supply the omission; or (3) notifying the applicant that the reply must be completed
within the remaining period for reply to the non-final Office action (or within any
extension pursuant to 37 C.F.R. § 1.136(a)) to avoid abandonment. The treatment to be
given to the reply depends upon: (1) the seriousness of the deficiency; and (2) whether
the reply is abona fide attempt to reply. When applicant is given a new time period to
supply the omission, applicant may, within the new time period, together with any
extensons under 8§ 1.136(a), supply the omission, file any reply under 37 C.F.R. § 1.111,
and/or file a continuing application as applicant determines to be appropriate. Of course,
applicant is required to supply the omission within the new time period, including
extensions under § 1.136(a), to avoid abandonment upon expiration of the new time
period. The application is considered to be pending during this new time period for reply
given under 8 1.135(c), or any extensions thereof obtained under § 1.136(a), and it will
not be considered to be abandoned if the omission is not corrected, until the new time
period, including any extensions, expires.

(Q98) Doesthe practice set forth in 37 C.F.R. § 1.135(c) apply to an application after final or
under appeal ?
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Ansner: No. 37 C.F.R. 8§ 1.135(c), by itsterms, is limited to a bona fide, but incomplete,
reply to a "non-final Office action.” Where submission after final Office action or appesl
(e.g., an amendment under 37 C.F.R. 8§ 1.116) does not place the application in condition
for allowance, the period for reply under 37 C.F.R. 8§ 1.113 continues to run until areply
under 37 C.F.R. 8 1.113 (i.e., anoctice of appeal or an amendment that places the
application in condition for allowance) isfiled. The nature of the omission (e.g., whether
the amendment raises new issues or would place the application in condition for allowance
but for it being unsigned or not in compliance with 37 C.F.R. § 1.121) isimmaterial.

When areply to afinal Office action substantially places the application in
condition for allowance, an examiner may request that the applicant (or representative)
authorize an examiner's amendment to correct the omission and place the application in
condition for allowance, in which case the date of the reply is the date of such
authorization (and not the date the incomplete reply was filed). An examiner also hasthe
authority to enter the reply, withdraw the final Office action, and issue a new Office
action, which may be a non-final Office action, afinal Office action (if appropriate), or an
action closing prosecution in an otherwise allowable application under Ex parte Quayle,
1935 Dec. Comm'r Pat. 11 (1935) (if appropriate). These courses of action, however, are
soldy within the discretion of the examiner. It isthe applicant's responshbility to take the
necessary action in an application under a final Office action to provide a complete reply
under 37 C.F.R. § 1.113.

(Q99) 37 C.F.R. 81.136(a) no longer requiresthat a petition for an extension of time be
accompanied by areply. What will happen if a petition for an extenson of timeis not
accompanied by areply?

Answer: The period for reply (and thus the pendency of the application) will be extended,
but the application will become abandoned as of the end of the so-extended period in the
absence of atimely reply. Thischangeto 37 C.F.R. § 1.136(a) smply codified a changein
practice by which applicants were permitted to extend the period for reply under

37 C.F.R. 8§ 1.136(a) soldy to extend the pendency of the application (to establish
copendency with a continuing application), notwithstanding that former 37 C.F.R. §
1.136(a) required that a petition thereunder include aresponse or reply.

(Q100) 37 C.F.R. 81.136(a) has been amended to permit extensions of time up to five months..
In view of the statutory limit in 35 U.S.C. § 133, would such an extension be applicable to any
reply other than to a requirement for restriction or election of species?

Answer: In addition to its applicability in Stuations in which a Office action sets a one-
month shortened statutory period for reply (e.g., periods given under 37 C.F.R. § 1.135(c)
to correct a previoudy filed reply), it is also applicable to non-statutory periods for reply.
For example, the two-month period in 37 C.F.R. § 1.192(a) for filing an appeal brief isnot
a statutory period for reply under 35 U.S.C. § 133. Thus, the two-month period in

37 C.F.R. § 1.192(a) may be extended by five months (up to seven months) under

37 C.F.R. 81.136(a). In addition, the two-month period in 37 C.F.R. § 1.137 isalso not a
statutory period (as such an application is not a pending application), and it may be
extended by five months (up to seven months) under 37 C.F.R. 8 1.136(a).
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(Q101) An applicant filesa CPA within six months of the last Office action in the prior
application, but after the shortened statutory period for reply set by the Office action has expired.
No petition or fee for extension of time accompanied the CPA request. Will agenera
authorization to charge fees to a deposit account in the prior application be effective to extend the
period for reply in the prior application?

Answner: Yes. Whilethefiling of a CPA isnot gtrictly areply to an Office action mailed in
aprior application (see Question Q59), arequest for a CPA is a paper directed to and
placed in the file of the prior application, and seeksto take action in (i.e., expressy
abandon) the prior application. Thus, it will be considered a"reply” for purposes of 37
C.F.R. 8§1.136(a)(3). Asaresult, under 37 C.F.R. § 1.136(a)(3), an authorization in the
prior application to charge all required fees, feesunder 37 C.F.R. 8§ 1.17, or all required
extension of time fees to a deposit account will be treated as a constructive petition for an
extension of timein the prior application for the purpose of establishing continuity with
the CPA. The correct extension fee to be charged in the prior application would be the
extension fee necessary to establish continuity between the prior application and the CPA
on thefiling date of the CPA.

(Q102) An applicant files a continuation application under 37 C.F.R. 8§ 1.53(b) within six months
of the last Office action in the prior application, but after the shortened statutory period for reply
st by the Office action has expired. No petition or fee for extension of time was filed in the prior
application. Will ageneral authorization to charge fees to a deposit account in the prior
application be effective to extend the period for reply in the prior application so asto have
copendency with the continuation application?

Answer: No. Under 37 C.F.R. § 1.136(a)(3), an authorization to charge all required fees,
feesunder 37 C.F.R. 8§ 1.17, or all required extension of time feeswill be treated asa
constructive petition for an extension of time in any concurrent or future reply requiring a
petition for an extension of time for its timely submission. A continuing application under
37 C.F.R. 8 1.53(b) is a new application which is assigned a new application number and
filing date and is placed in a new file jacket maintained separately from the file of the prior
application. It isnot a paper directed or placed in thefile of the prior application and is
not a"reply” to the last Office action in the prior application. Thus, either areply or a
petition for an extension of timeis required to be filed as a separate paper in the prior
application.

(Q103) Since 37 C.F.R. § 1.136(a)(3) provides that a general authorization to charge al feesisa
constructive extension of time, is there any reason to file a petition under 37 C.F.R. § 1.136(a) in
an application where an extension of time is needed?

Ansner: Yes. 37 C.F.R. 8 1.136(a)(3) was adopted as a "safety” net for applicants to
avoid a potential loss of patent rights for applicants who inadvertently omitted a petition.
Reliance upon a general authorization to charge all fees as a constructive petition for
extension of time may result in processing delays if the application is not promptly
recognized as one in which the applicant has filed such a general authorization. Thus, the
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submission of awritten petition for any desired extension of timein reply to the Office
action for which the extension was requested is strongly recommended.

See also Q156-160

VI. APPEAL PROCESS CHANGES-37C.F.R. 8§1.191-1.197

(Q104) If anactice of appeal isnot signed or does not identify the appealed claims, should the
examiner issue a Notice of Defective Appeal or Brief (Form PTO-461)7?

Answer: No. 37 C.F.R. 8 1.191 has been amended to no longer require that a notice of
appeal be signed or that it identify the appealed claims. These two requirements are
deleted because they are redundant to the requirements set forth in 8 1.192. Under

8 1.192, the appeal brief must be signed, which will effectively ratify the unsigned notice
of appeal. In addition, 8 1.192 requires an appeal brief to identify the claims on appeal.

(Q105) Can anew ground of rgection beincluded in an examiner’s answer?

Ansner: No. A new ground of rejection shall not be permitted in an examiner’s answer.
However, if: (1) an amendment under 37 C.F.R. 8 1.116 proposes to add or amend one or
more claims; (2) appellant was advised that the § 1.116 amendment would be entered for
appeal purposes; and (3) appdlant was advised how one or more individual rejections set
forth in the action from which the appeal was taken would be used to reject the added or
amended claim(s), then: (4) the appeal brief must address the rgection(s) of the added or
amended clam(s); and (5) the examiner’ s answer may include the rgection(s) of the added
or amended clam(s). Thefiling of a § 1.116 amendment represents appe lant’ s consent
that any appeal may proceed on the added or amended claim(s).

(Q106) Will reopening of prosecution require any type of supervisory approval ?

Answer: Yes. Under MPEP 1002.02(d) and 1208.01, approval from the Supervisory
Patent Examiner isrequired for the entry of a new ground of regjection after reopening of
prosecution, and such approval must be indicated in both copies of the Office action.
However, the Office action (after reopening of prosecution) containing the new ground of
rgection may be made final if the new ground of rgection was (1) necessitated by
amendment or if it was (2) based on information presented in an information disclosure
statement under 37 C.F.R. § 1.97(c) where no certification has been filed.

(Q107) What happensif an information disclosure statement (IDS) is submitted together with or
after thefiling of an appeal brief?

Answer: Where an information disclosure statement is submitted together with or after the
filing of an appeal brief, the provisons of 37 C.F.R. § 1.97(d) apply. Under

8 1.97(d), theinformation disclosure statement must be considered provided that (1) a
statement as specified in § 1.97(e), (2) a petition requesting consideration, and (3) the
petition fee under 8§ 1.17(i) areincluded. If a new regection must be made based on
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information provided in a proper information disclosure statement, prosecution must be
reopened.

(Q108) Can the examiner refuse entry of areply brief if the examiner’s answer did not contain any
new points of argument?

Ansner: No. Appelant isentitled to entry of atimely reply brief, regardless of whether
the examiner’s answer raises new points of argument. 37 C.F.R. § 1.193(b)(1).

(Q109) Can the examiner respond to areply brief?

Answer: A supplemental examiner’s answer is not permitted unless the application has
been remanded by the Board for such a supplemental examiner’sanswer. 37 C.F.R. §
1.193(b)(1). If aresponsetothereply brief is necessary and the Board has not remanded
the application pursuant to 37 C.F.R. § 1.193(b)(1), prosecution must be reopened.
Otherwise, the examiner must acknowledge receipt and entry of the reply brief.

(Q110) Should the examiner provide written notification to appellant that a reply brief has been
entered and considered?

Answer: Yes. The examiner must notify appellant of the entry and consideration of the
reply brief by using Form Paragraph 12-47 on Form PTOL-90.

(Q111) Can anew reference be cited in an examiner’s answer?

Ansner: No. MPEP 1208.01. The citation of a new reference would invite needless
controversies as to whether a new ground of rejection has been entered. Even if the
referenceis cited to support the rgjection in a minor capacity, there is no excuse for
omitting it from the statement of rgection. 1n re Hoch, 428 F.2d 1341, 1342 n.3,
166 USPQ 406, 407 n.3 (CCPA 1970).

(Q112) Doesformer 37 C.F.R. 8 1.193(a), or 37 C.F.R. 8 1.193(a) as amended, control whether
an examiner's answer may include a new ground of rgection?

Answner: Therulein effect on the mail date of the examiner's answer controls. After the
effective date of the new rules, an examiner’s answer may not include a new ground of
regiection. Note, however, Question Q105 which describes the practice permitted if a

37 C.F.R. § 1.116 amendment has been entered for appeal purposes.

(Q113) Doesthe prohibition in 37 C.F.R. § 1.193(a)(2) against a new ground of rgjection in an
examiner's answer also prohibit an examiner from shifting positions between the final rgjection and
an examiner's answer?

Answer: While § 1.193(a) prohibits a new ground of regjection in an examiner's answer, it

does not prohibit the examiner from expanding upon a ground of rejection set forth in the
action being appealed. However, the examiner cannot change the basic thrust of the
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reiection in an examiner’ s answer without raising a genuine issue as to whether a new
ground of rgection has been entered. See MPEP 1208.01.

(Q114) Doesformer 37 C.F.R. § 1.193(b), or 37 C.F.R. § 1.193(b) as amended, control whether
an examiner may refuse entry of areply brief?

Answer: While the filing date of a paper normally controls (i.e., the rule in effect on the
date of the filing of the paper should be applied), in this circumstance, the rulein effect on
the mail date of the communication refusing entry of the reply brief controls whether the
examiner may refuse entry of the reply brief, assuming that such refusal was proper under
former 37 C.F.R. § 1.193(b).

(Q115) What isappellant’s proper course of action following reopening of prosecution after an
appeal brief or reply brief has been filed?

Answner: Appdlant may: (i) fileareply under 37 C.F.R. 8 1.111 (if the Office action was
non-final) or 37 C.F.R. 8 1.113 (if the Office action isfinal); or (ii) file arequest for
reinstatement of the appeal by submitting such arequest together with a supplemental
brief. 37 C.F.R. § 1.193(b)(2).

(Q116) Isaprevioudy filed appeal brief automatically incorporated into a supplemental appeal
brief?

Answer: Yes. The preparation of athorough and well reasoned examiner's answer would
necessarily entail a consideration of the entire record, including any previoudy filed appedl
brief. Thus, an examiner will not be subject to any additional burden. In the supplemental
appeal brief, however, appdlant should identify all previoudy-raised issues and/or
arguments which are still considered to be relevant. 1f appellant does not identify such
issues and/or arguments, the examiner's answer may include a clarification as may be
appropriate.

(Q117) Can anew amendment, new affidavit (37 C.F.R. § 1.130, 1.131, or 1.132), or other new
evidence be included in arequest for reinstatement of appeal under 37 C.F.R. § 1.193(b)(2)?

Answer: No. New amendments, new affidavits or other new evidence are NOT permitted
if reinstatement of the appeal isrequested. 37 C.F.R. 8§ 1.193(b)(2).

(Q118) May a new amendment, new affidavit, or other new evidence be filed in or with areply
brief?

Answner: No. The brief on appeal (including areply brief) may not include new
amendments, new affidavits, or other new evidence. A new amendment, new affidavit, or
other new evidence submitted in an application on appeal must be submitted in a paper
separate from the appeal or reply brief. See MPEP 1206. Entry of a new amendment,
new affidavit, or other new evidence submitted (as a separate paper) in an application on
appeal isnot a matter of right, even if filed with atimely reply brief under 37 C.F.R.
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§1.193(b). Theentry of an amendment submitted in an application on appeal continuesto
be governed by 37 C.F.R. 8§ 1.116, and the entry of an affidavit or other evidence
submitted in an application on appeal continuesto be governed by 37 C.F.R. 8§ 1.195.

(Q119) Isan appellant entitled to a refund of the notice of appeal feeif the examiner reopens
prosecution after a notice of appeal has been filed?

Answer: No. However, the fee may be applied to a future appeal in the same application.
See also Q161

VII. REISSUE PRACTICE-37C.F.R. 881.171, 1.172 and 1.175

(Q120) Does an applicant ill have to request and pay for atitle report when filing areissue
application?

Ansner: No. A record of the ownership (assignment) of the patent rightsis established in
the reissue application through thefiling of a statement evidencing ownership under
37 C.F.R. 8 3.73(b), asrequired by '1.172.

(Q121) Should the statement under 37 C.F.R. § 3.73(b) establishing ownership of the patent and
the consent of assignee be submitted at the time of filing of the reissue application?

Ansner: Yes, if the patent isassigned. However, if the consent of all assignees (to the
filing of the reissue) and the statement establishing ownership are not submitted at the time
of filing, a“Notice to File Missing Parts of Application” will be sent to applicant requiring
that the documents be submitted within a prescribed time period along with a surcharge, in
order to avoid abandonment of the application.

(Q122) Isit required that specific forms be used for parts of the reissue application?

Ansner: No. However, an applicant islesslikely to overlook or omit required eementsif
theformsareused. Reissue Transmittal Form PTO/SB/50, which includes afiling
checklist, should be used and should accompany the reissue application papers.

(Q123) Will areissue application be accorded a filing date if accompanied by an unsigned oath or
declaration or an improperly executed oath or declaration?

Answner: Yes. However, a“Noticeto File Missing Parts of Application” will be sent
notifying applicant of the filing deficiency and setting a time period for proper reply in
order to avoid abandonment of the application. 37 C.F.R. § 1.175(d) providesfor the
submission of areissue oath or declaration under 37 C.F.R. 8§ 1.53(f).

(Q124) How specific must an applicant be in the reissue oath/declaration in describing “at least
oneerror” for supporting the reissue under the requirements of amended 37 C.F.R. § 1.175?



Answner: The nature of the error must be described as, e.g., claiming more or less than
applicant had aright to (such as changing “holding means’ to A[holding means] bracket”),
seeking to perfect a claim for foreign priority, correction of a defective specification, etc.
The particular error described here must be one which is substantive, i.e., one which
rendersthe original patent wholly or partly inoperative or invalid. However, a description
of how the error arose need not and should not beincluded. Changes of a minor nature
should not be described as the error supporting the reissue.

(Q125) If areissue amendment isfiled before December 1, 1997, the effective date of the final
rule, but an Office action in response to the amendment is not mailed until after December 1,
1997, which version (former or amended) of 37 C.F.R. '1.121(b) controls?

Answer: The amendment will be treated under either the amended (final) rule or the
former rule, whichever is more advantageous to the applicant, if the Office action (in
response to the amendment) is mailed after December 1, 1997. If the examiner’saction is
mailed before December 1, 1997, the examiner will apply the former rule.

(Q126) Must an applicant provide an explanation of support for each amendment madein a
reissue application?

Ansner: Yes, except for amendments which are clearly editorial in nature, in which case
the applicant may smply explain in the remarks that the amendment is merely making an
editorial change (see also Question Q128). 37 C.F.R. 81.121(b)(2)(iii) requiresthat an
explanation of the support in the disclosure for each amendment (non-editorial) be
provided with comments on pages separate from the pages containing the amendments.
Failure to do so may result in the amendment being considered non-responsive.

(Q127) What isthe nature of the amendatory changes (non-editorial) for which support must be
st forth under 37 C.F.R. § 1.121(b)(2)(iii) in reissue amendments?

Answer: It does not matter whether the non-editorial changes made by amendment in
reissue applications are additions to the claims or deletions of subject matter from the
claims. For both types of change, an explanation of the support for the changes must be
made on a separate page from the actual amendment, i.e., in the “Remarks.” If an
applicant has added material to aclaim, its basisin the disclosure must be pointed out.
Likewise, if applicant has deleted material from a claim, an explanation of the support for
the deletion must be pointed out. Both additions and deletions can sometimes result in
findings of new matter. See, e.g., In re Wilder, 736 F.2d 1516, 222 USPQ 369 (Fed. Cir.
1984), where it was held that the omission of a limitation introduced new matter.

(Q128) In reissue applications, if applicant smply makes editorial changes, does support need to
be shown for such changes in the disclosure? What if terms are used which do not have explicit
support?

Answer: When it isclear that the amendment smply involves an editorial change and does
not add material for which support in the disclosureis required, the remarks section of the
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reply may smply explain that the amendment is merely an editorial change. When the
amendment uses terms that find no explicit support in the specification, the reply must set
forth where the specification provides, at least implicitly, support for the amendment as
required under 35 U.S.C. 88 112 and 251. Obvioudy, an amendment that does not find
either explicit or at least implicit support in the specification as required under the above
relevant statutesis not permitted.

(Note that the points raised in Questions Q126-128 are similarly applicable to reexamination
proceedings by analogy.)

(Q129) Must every amendment submission include atotal rewriting of all of the claims pending in
the reissue application?

Answner: No. However, 37 C.F.R. 8 1.121(b)(2)(ii) requires that each amendment
submission include the status of every claim of the reissue application, whether pending or
canceled, including the claims of the original patent. If any claims are being amended, the
entire text of these claims must be rewritten.

(Q130) Will Office palicy require examiner’s amendments in reissue applications to conform to
the requirement that the entire claim be rewritten?

Answer: Yes. Once approval has been obtained from applicant for changesto the claims,
examiners are expected to follow therule (37 C.F.R. § 121(b)(2)(i)(A)) with respect to
rewriting the entire claim in an examiner's amendment in areissue application. However,
examiners should encourage applicants to fax or hand-carry copies of the rewritten claims
to the examining group where they will be quickly processed and the case passed to issue.

The requirement for rewriting the entire amended claim was intended to ease the
administrative burden on the Office. In satisfying this requirement, the applicant is only
dightly inconvenienced because it is likely that the text of the clamsisavailableto
applicant in eectronic format on aword processor. On the other hand, the examiner most
likely does not have the ectronic version of the claims, and the total rewriting of the
claims by the examiner increases the chances and probability for error. Thus, the examiner
should encourage the applicant to rewrite the claims with the needed changes.

(Q131) Isan oath or declaration filed before December 1, 1997, the effective date of the final
rule, evaluated under the amended 37 C.F.R. 8 1.175 of the final ruleif the Office action is mailed
after December 1, 19977

Answer: Yes. Even though the reissue oath or declaration wasfiled prior to the effective
date of the new rules, the oath or declaration is reviewed under the amended version of
§81.175. Thus, the examiner should review the oath or declaration to seeif thereis:
C A statement that the applicant believes the original patent to be wholly or partly
inoperative or invalid-
C by reason of a defective specification or drawing, or
C by reason of the patentee claiming more or less than patentee had the right
to clam in the patent.
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C A statement of one error which can be relied upon to support the reissue
application.

C A statement that all errors which are being corrected in the reissue application (up
to the time of filing of the oath or declaration) arose without any deceptive
intention on the part of the applicant.

C Compliancewith 37 C.F.R. § 1.63.

Any information in addition to this should not be evaluated and should not be commented

upon by the examiner. Accordingly, the identification of more than one error and the

description of how the errors arose and were discovered areirrelevant and will not be
commented upon by the examiner.

Where the examiner issues an Office action prior to December 1, 1997, the oath or
declaration isreviewed under the existing rule--i.e., therulein effect prior to December 1,
1997. If the oath or declaration isfound to be acceptable under the existing rule, then the
examiner will allow the application accordingly. If the oath or declaration is not
acceptable under the existing rule, however, the examiner should either: (1) delay the
Office action until December 1, 1997, if possible; or (2) suspend prosecution (with a
notification to applicant) until December 1, 1997.

Where rgjections other than under existing 8 1.175 can be made, the § 1.175 issues
can be indicated as being held in abeyancein view of the changein 8§ 1.175 which will
become effective on December 1, 1997. Thus, there would be no need to delay the Office
action or suspend prosecution in such a situation.

(Q132) Should areissue applicant await a notification of allowable subject matter of the reissue
application before submitting a supplemental oath/declaration?

Ansner: Yes. When the application isin condition for alowance except for the filing of a
supplemental reissue oath or declaration asrequired by 37 C.F.R. 8 1.175(b)(1), the
examiner will make a telephone call to the attorney informing him/her that a supplemental
oath/declaration covering any changes (errors) corrected since the filing of the original (or
last) oath/declaration is needed. If applicant isunwilling or otherwise unable to promptly
file a supplementa oath/declaration, the examiner will issue an Office action regjecting the
clamsunder 35 U.S.C. § 251, with an indication that the rgection may be overcome by
filing a supplemental oath or declaration in compliance with

37 C.F.R. 8§ 1.175(b)(2).

(Q133) May the examiner use a Quayle action to notify a reissue applicant that a supplemental
oath or declaration pursuant to 37 C.F.R. § 1.175(b)(1) is needed before a notice of allowability
can be issued?

Answer: No. Applicant’sfailure to submit the required supplemental oath or declaration
in compliance with 8 1.175(b)(1) would trigger arejection under 35 U.S.C. 8 251. Since
the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213, islimited to Situations
where the only outstanding issues are formal objections, a Quayle action cannot be used to
communicate the requirement for a supplemental oath or declaration under 8 1.175(b)(1).

(See “Continued Prosecution Applications’ Section for a question as to whether a reissue CPA
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may be based on a prior reissue application.)
See also Q162-166

Vill. DESIGN PRACTICE -37C.F.R. 881.152, 1.154

(Q134) Isit necessary for a design application to contain all the elements set forth in 37 C.F.R.
8 1.154(a)?

Answer: No. Thelanguage A...the dements of the design application, if applicable,
should appear...” in the rule indicates that thereis no per se requirement that a design
application must contain all the elements set forth in 37 C.F.R. § 1.154(a).

(Q135) Isabrief description of the nature and intended use of the article in which the design is
embodied a necessary component of the preamble of an application?

Ansner: No. Thelanguage “should” indicates that the presence of this brief description is
not per se mandatory. However, such a brief description in the preambleis encouraged as
it may aid the examiner in the examination of the claimed design. Where such a brief
description is necessary, the failure to include it may result in argection under 35 U.S.C.
8 112, second paragraph. See Form Paragraph 15-21-01 and 15-56. The applicant may
overcome such argection by submitting the information in a separate paper.

(Q136) Would thefiling of black and white drawings constitute new matter in violation of

35 U.S.C. 8112, first paragraph, if the original application contained only color drawings and

thereisno disclaimer (either in the specification or drawings) with respect to the color?
Ansner: Yes. 37 C.F.R. 8§ 1.152(b)(1). Any detail shown in the drawings or photographs
deposited with the original application constitutes an integral part of the disclosed and
claimed design.

(Q137) What types of detailsin the drawings or photographs are covered by 37 C.F.R. § 1.152(b)?

Answer: Any detail shown in the drawings or photographs are covered, unlessthereisa
specific disclaimer in the original application papers.

(See “Continued Prosecution Applications’ Section for a question relating to a CPA based on a
prior design application.)

IX. PETITIONSTO REVIVE AN ABANDONED APPLICATION -37C.F.R. 81.137

(Q138) Can an applicant file a petition under 37 C.F.R. § 1.137(b) and revive an application that
has been abandoned for along time?

Answer: 37 C.F.R. 8§ 1.137(b) permits therevival of an abandoned application without
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regard to the period of abandonment, so long as the entire delay was "unintentional .”
Thus, the mere fact that an application has been abandoned for a long time does not
precludeitsrevival under 37 C.F.R. § 1.137(b). 37 C.F.R. § 1.137(b), however, does
require that the entire delay have been "unintentional,” which will preclude revival in those
situations in which the applicant was aware of the abandonment but decided (for whatever
reason) not to seek revival of the application.

(Q139) If an application became abandoned prior to the effective date of the changeto 37 C.F.R.
8 1.137, does former 37 C.F.R. 8§ 1.137(c), or 37 C.F.R. § 1.137(c) as amended, control whether
the applicant must file aterminal disclaimer under 37 C.F.R. § 1.137(c)?

Answer: Thechangeto 37 C.F.R. 8 1.137 (including 37 C.F.R. § 1.137(c)) appliesto all
petitions under 37 C.F.R. 8 1.137 filed on or after its effective date. Unless the petition
under 37 C.F.R. 8 1.137 wasfiled prior to the effective date of the changeto 37 C.F.R.
§1.137, 37 C.F.R. § 1.137(c) as amended controls whether aterminal disclaimer under
37 C.F.R. 8 1.137(c) isrequired.

(Q140) If an adverse decision (e.g., adismissal or denial) has been rendered on a petition under
37 C.F.R. 8 1.137(a) or (b), can the applicant file a petition under 37 C.F.R. 8 1.137(b) and revive
the application in light of the elimination of the one year filing period in 37 C.F.R. § 1.137(b)?

Answer: An applicant may file arenewed petition under 37 C.F.R. § 1.137(b) to revive
the application, so long as such a petition isfiled within the period set forth in 37 C.F.R.
8 1.137(d) for requesting reconsideration of an adverse decision on a petition under 37
C.F.R §1.137. Thedimination of the one year filing period in 37 C.F.R. § 1.137(b)
notwithstanding, any applicant filing a petition under 37 C.F.R. § 1.137 outside the period
setin 37 C.F.R. 8 1.137(d) for seeking reconsideration of a prior adverse decision on
petition under 37 C.F.R. 8 1.137 is considered to have acquiesced in the abandonment of
the application. Obvioudly, if an adverse decision on a petition under 37 C.F.R.

8 1.137 isbased in whole or in part upon afinding of intentional delay, the eimination of
the one year filing period in 37 C.F.R. § 1.137(b) cannot result in afavorable decision on
any renewed petition under 37 C.F.R. 8 1.137(b), regardless of whether the renewed
petition istimely under 37 C.F.R. § 1.137(d).

X. MISCELLANEOUS ISSUES

(Q141) Doesthe changeto 37 C.F.R. 8 3.73(b), making it applicable to an assignee of a part
interest aswell as an assignee of the entireright, title, and interest, now permit assignees of a part
interest to conduct the prosecution of an application?

Answer: No, the changeto 37 C.F.R. § 3.73(b) does not permit assignees of a part
interest to conduct prosecution of the application, unless 37 C.F.R. 8 1.47 applies.

37 C.F.R. 8 3.71 continues to provide that only an assignee of the entire right, title, and
interest in an application is entitled to conduct the prosecution of an application.

37 C.F.R. 8 3.73(b) was amended to apply to an assignee of a part interest, aswell asan
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assgnee of the entireright, title, and interest, because an assignee of a part interest may be
required to take action in an application that does not amount to conducting the
prosecution of the application. (See, e.g., 37 C.F.R. § 1.172.) When an application for a
patent isfiled by one or more inventors on behalf of another or by a person showing at
least a proprietary interest, the inventor(s) or person filing the application is considered a
Rule 47 applicant and may conduct the prosecution of the application. 37 C.F.R. §
1.33(b)(4). Accordingly, an assignee of a Rule 47 applicant may also take action, even
without an assignment of the entire interest in the application.

(Q142) An assignee seeks to take action by submitting a document which is signed by the
assignee or by a person authorized to act on behalf of the assgnee. Under 37 C.F.R. 8 3.73(b), is
it necessary that the document refer to evidentiary documents showing that ownership isin the
assgnee?

Answer: Yes, the document being submitted must refer to evidentiary documents showing
that ownership isin the assignee. Ownership is established by submitting, in the Officefile
related to the matter in which action is sought to be taken, a statement specifying (e.g.,
red and frame number) where documentary evidence of a chain of title from the original
owner to the assigneeis recorded in the Office. The submission establishing ownership
must be signed by a party authorized to act on behalf of the assignee, as shown in the
power of attorney. For example, the following would comply with 37 C.F.R. 8 3.73(b):
papersfiled in an application include a power of attorney, which is signed by the president
of the company and which states that the company isthe owner, and a letter, which is
signed by the appointed attorney authorized to act on behalf of the assignee and which
refersto the evidentiary documents showing that title isin the company (e.g., by
specifying the red and frame number of the recorded ass gnment document).

(Q143) Dothechangesto 37 C.F.R. 88 1.6, 1.8, 1.10, 1.27, 1.28, 1.48, 1.52, 1.55, 1.69, 1.102,
1.125,1.137, 1.377, 1.378, 1.804, 3.26, and 5.4 mean that statements thereunder are no longer
subject to 18 U.S.C. § 1001?

Ansner: No. Any statement submitted by anyone (practitioner or non-practitioner) to the
PTO in amatter covered by 37 C.F.R. § 1.4(d) is subject to 18 U.S.C. § 1001 by
operation of 37 C.F.R. 8§ 1.4(d)(2) and 10.18(b)(2).

(Q144) What does the phrase "formed after an inquiry reasonable under the circumstances' in
37 C.F.R. §10.18(b)(2) mean?

Answner: The phrase "formed after an inquiry reasonable under the circumstances' is taken
from the 1993 amendment to Rule 11(b) of the Federal Rules of Civil Procedure. A
discussion of the "inquiry reasonable under the circumstances' requirement Fed. R. Civ. P.
11(b) may be found in the advisory committee notes to the 1993 amendment to the
Federal Rules of Civil Procedure. See Amendments to the Federal Rules of Civil
Procedure at 50-53 (1993), reprinted in 146 F.R.D. 401, 584-87.

(Q145) Does 37 C.F.R. 8 1.4(d)(2) and 10.18(b) require that a practitioner: (1) conduct a prior
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art search prior to filing an application; (2) question the veracity or accuracy of a party giving the
practitioner information or a statement of facts; or (3) inform the party giving the practitioner
information or a statement of the certification effect of 37 C.F.R. § 10.18(b)?

Answer: No, these actions are not mandatory so long as the practitioner has no
knowledge of information that is contrary to the information or statements provided by the
party or would otherwise indicate that the information provided by the party was so
provided for the purpose of aviolation of 37 C.F.R. § 10.18(b). It is, however, highly
advisable for a practitioner to conduct a prior art search prior to filing an application and
to advise aclient (or third party) of the certification effect of 37 C.F.R. § 10.18(b).

(Q146) What isthe difference between the meaning of “reply” and “response’ in a patent
application?

Answer: Thereis no difference between the meaning of “Reply” and “Response” in an
application. Theterm “Reply” is used throughout the rules for consistency with the
language of 37 C.F.R. § 1.111. In reexamination, thereply isfiled after a patent owner’s
statement, while aresponseis filed during the examination phase of the proceeding.

(Q147) Hasfirgt action final practice been iminated?

Ansner: No. The Notice of Proposed Rulemaking proposed to eiminate first action final
practice as the quid pro quo for streamlining after final practice. The proposal to
streamline after final practice received overwhelming opposition. Thus, the PTO did not
eliminate first action final practice or streamline after final practice.

(Q148) If thereis an outstanding objection/rgjection at the time the new rules become effective,
but the objection/rgection isno longer valid under the new rules, can applicant smply direct the
examiner to the relevant section(s) of the new rulesin the reply to the Office action?

Answer: Yes, if the language of the section(s) of the new rules makes it absolutely clear
that the objection/rgection isno longer valid. It isrecommended, however, that applicant
provide a brief explanation along with the citation of the relevant section(s) of the new
rules, as there may be a genuine issue in the proper interpretation of the rules.

See also Q167-170

NEW SUPPLEMENTAL QUESTIONS AND ANSWERS

Application Filing Changes (Continued from Q21)

(Q149) An application wasfiled prior to December 1, 1997 without an executed oath or
declaration under 37 C.F.R. § 1.63, but a specific inventive entity was named in the application
transmittal letter or in an accompanying unexecuted oath or declaration.

Part | -- Can applicant smply submit an executed 8§ 1.63 oath or declaration which names
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adifferent inventive entity on or after December 1, 1997 (without a petition under 37 C.F.R.
§ 1.48(a) to correct the inventorship as was the practice prior to December 1, 1997)?

Answner: Yes. An executed oath or declaration submitted on or after December 1, 1997
will automatically act (without the need for a petition under § 1.48(a)) under 37 C.F.R.

§ 1.48(f) to establish theinitial inventorship of an application even if the application was
filed prior to December 1, 1997 with a different inventorship, so long asit isthefirst filing
of an executed oath or declaration in the application.

Part 11 -- If the executed declaration, which names a different inventive entity, was
submitted prior to December 1, 1997, would a 8 1.48(a) petition still be needed to correct the
inventorship if the application is not reviewed until on or after December 1, 1997?

Answer: Yes. Wherethefirst filed executed oath or declaration under § 1.63 was
submitted prior to December 1, 1997, and it sets forth an inventorship that is different
from the inventorship set forth in theinitial application papers, a petition under 8 1.48(a)
to correct the inventorship will be required, even if the application is not taken up for
action until on or after December 1, 1997. Thiswould be true even if thefirst filed
declaration is found to be defective, such asin failing to provide the citizenship of the
inventors or the “reviewed and understands’ clause.

(Q150) Do thechangesto 37 C.F.R. 88 1.41 and 1.53 mean that the applicant(s)/inventor(s)
need not be named on filing in a PCT international application?

Answner: No. 37 C.F.R. 88 1.421 and 1.431 (not 37 C.F.R. 88 1.41 and 1.53) contral the
filing date and applicant naming requirements for an international application. 37 C.F.R. §
1.431(b)(3)(iii) requires that an international application contain the "name of the
applicant, as prescribed” to be accorded an international filing date, and no change was
made to this provison. Thus, the PTO did not diminate the requirement that an
international application, inter alia, name the inventor(s) to be entitled to afiling date. In
addition, where a national application resulted from an international application entering
the national stage under 35 U.S.C. § 371, the naming of the inventors carries over from
theinternationa stage.

(Q151) Where anational application resulted from an international application entering the
national stage under 35 U.S.C. 8§ 371, will 37 C.F.R. § 1.48(f)(1) operate to “automatically”
correct inventorship when the inventorship set forth in the oath or declaration differs from the
inventorship specified during the international stage.

Answner: No. 37 C.F.R. 8§ 1.48(f)(1), by itsterms, applies only to a nonprovisional
application filed under 37 C.F.R. 8 1.53(b). A national application resulting from an
international application entering the national stage under 35 U.S.C. 8 371 isnot an
application filed under 37 C.F.R. 8 1.53(b), but an application that has entered that
national stage under 37 C.F.R. 8 1.494 or 1.495.

(See also the question(s) under “Inventorship Issues’ below.)
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(Q152) What isthe reason for not providing a place on the Utility (PTO/SB/05), Design
(PTO/SB/18) and Plant (PTO/SB/19) Patent Application Transmittal formsto indicate fees being
transmitted with an application, like the Continued Prosecution Application (CPA) Request form
(PTO/SB/29), which has an area to indicate the fees being transmitted with the CPA?

Answer: The CPA Request form (PTO/SB/29) is designed to be a complete, self-
contained submission of a CPA under 37 C.F.R. 8§ 1.53(d), whereas the Utility, Design and
Plant Patent Application Transmittal forms are designed to be a “tranamittal” form for an
application and other related papers (e.g., the specification and drawings) submitted for an
application under 37 C.F.R. 8 1.53(b). Thus, the CPA Request form (PTO/SB/29) has an
area that may be used to indicate the fees being transmitted with the CPA, while the Utility
(PTO/SB/05) Design (PTO/SB/18) and Plant (PTO/SB/19) Patent Application Transmittal
forms have a Box 1 that may be checked to indicate that the standard Fee Transmittal
Form (PTO/SB/17) isincluded with the application being submitted under 37 C.F.R. 8
1.53(b).

Continued Prosecution Applications (CPAs) (Continued from Q36)

(Q153) Hasthe PTO considered further amending 37 C.F.R. § 1.53(d) to permit thefiling of a
CPA based on a prior application which was filed before June 8, 1995?

Answer: Yes. The PTO hasamended 8§ 1.53(d)(1)(i) to eliminate the requirement that the
prior application of a CPA must be filed on or after June 8, 1995. See 63 Fed. Reqg.
5732 (February 4, 1998); 1207 Off. Gaz. Pat. Office 83 (February 24, 1998).

The PTO has decided to include a statement on the face page of the patent, except
areissue or adesign patent, issuing from a CPA that: (1) the patent issued from a CPA
under 8 1.53(d); and (2) the patent is subject to the twenty-year term provisions of 35
U.S.C. 8§ 154(a)(2). Thisstatement will make it clear what statutory patent term
provisions are applicable, and there should not be any confusion as would have occurred if
one only looked at thefiling date printed on the patent. (Note: The term of adesign
patent is defined as 14 years from the date of grant under 35 U.S.C. § 173, and the term of
areissue patent isdefined in 35 U.S.C. 8§ 251 as the unexpired part of the term of the
original patent.)

(Q154) Will an amendment after final filed in the prior application automatically be entered in the
CPA if the advisory action in response to the amendment after final in the prior application
indicates that it will be entered upon the filing of an appeal ?

Answer: No, unless anotice of appeal (and appeal fee) wasfiled in the prior application,
in which event, the amendment will be entered if it has not already been entered. Thus, if
applicant did not file a notice of appeal and an appeal feein the prior application, applicant
must file a specific instruction to enter such amendment after final if applicant desires that
the amendment after final in the prior application be entered in the CPA.

Inventorship Issues (Continued from Q71)
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(Q155) A 37 C.F.R. 8 1.48(a) petition (to add or delete an inventor) has been dismissed in an
Office action mailed prior to December 1, 1997 for failure of the petition to meet all the
requirements of then § 1.48(a).

Part | -- In submitting areply on or after December 1, 1997, must petitioner comply with
the requirements of the former rule and supply the deficiencies noted in the Office action, or may
petitioner reply to the Office action based on the requirements under revised 8§ 1.48(a) effective
December 1, 199772

Answer: Petitioner may choose whether to comply with the requirements set forth in the
Office action and have the petition decided based on the former rule even though the last
reply in support of the original petition is submitted on or after December 1, 1997.
Alternatively, petitioner may elect to reply to the Office action based on the requirements
of therevised rule. It should be noted, however, that while the requirement under the
former rule for a showing of facts and circumstances has been smplified under the revised
rule to a statement of lack of deceptive intent, the parties required to submit a statement
have also been changed. Thus, while the former rule required a statement from all the
original named inventors, the revised rule requires a statement from those being added or
deleted. Accordingly, in the case of an inventor being added, a (showing of facts and
circumstances) statement from the added inventor would not have been
required/submitted with the original petition whereas, to proceed under the revised rule, a
statement (of lack of deceptive intent) from the added inventor would now be required.
Of course, an oath/declaration pursuant to 37 C.F.R. § 1.63 from all the actual inventors
must aso be submitted as the requirement for it has not been changed.

Part 11 -- What if the reply had been submitted prior to December 1, 1997 and is still
deficient under the former rule, but the 37 C.F.R. § 1.48(a) petition papers as a whole would be
adequate under the revised rule?

Answer: If the examiner acts on thereply on or after December 1, 1997, the examiner
may treat the original petition and subsequent papers filed in support thereof under the
revised 8§ 1.48(a) and grant the petition.

Time-to-Reply Changes (Continued from Q103)

(Q156) A Noaticeto File Missing Parts of Application (e.g., requiring thefiling fee or an executed
37 C.F.R. 8 1.63 oath or declaration) sets a two month period for reply. Isafive month extension
of timeto reply to the Notice available under revised 37 C.F.R. 8 1.136(a) that would, in effect,
allow seven months for areply to the Notice?

Answner: Yes. Thetime period set by a Notice to File Missing Partsis not identified on
the Notice as a "statutory period" subject to 35 U.S.C. § 133. Thus, extensions of time of
up to 5 months under revised 37 C.F.R. 8 1.136(a) followed by additional time under

37 C.F.R. 8 1.136(b), when appropriate, are now permitted. Thisis consistent with the
practice we have been following under former 37 C.F.R. 8 1.136. Thisprior practiceis
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recognized in M.P.E.P. § 201.03, which discusses applications filed under 37 C.F.R.

8 1.53(b)(1), and states that a two month period set forth in the Notice to File Missing
Parts of Application may be supplemented by four months under (former) 8§ 1.136(a), with
additional time under § 1.136(b) available when warranted. The examplein the
parenthesis of this section of the M.P.E.P. will be revised to reflect the five months now
available rather than the four months previously permitted under former § 1.136(a).

(Q157) Anincomplete, but bona fide reply to a non-final Office action isfiled prior to December
1, 1997, and acted on by the examiner on or after December 1, 1997. Should the examiner set a
one-month time limit (which is not extendible) or a one-month extendible time period under new
rule 37 C.F.R. § 1.135(c)?

Answer: Sincethe examiner’ sletter will be mailed on or after December 1, 1997, the
examiner should follow the procedure set forth in 37 C.F.R. § 1.135(c), as amended on
December 1, 1997, and set a one-month time period (which period is extendible under 37
C.F.R. §1.136(a)).

(Q158) Can agenera authorization to charge fees required under 37 C.F.R. § 1.17 to a deposit
account filed prior to December 1, 1997 be construed as a constructive petition for an extension
of time under 37 C.F.R. 8 1.136(a)(3) in order to make areply filed in the fourth month on or
after December 1, 1997 timely?

Answner: Yes. Thefeeset forth in 37 C.F.R. 8 1.17(a)(1) for an extension for reply within
the first month should be charged.

(Q159) Can ageneral authorization to charge fees required under 37 C.F.R. 8 1.17 to a deposit
account filed prior to December 1, 1997 be construed as a constructive petition for an extension
of time under 37 C.F.R. 8 1.136(a)(3) in order to make areply filed prior to December 1, 1997
timey?

Answer: Yes, provided that December 1, 1997 falls within the extendible period for reply.
Extensions of time can be submitted after areply is made so long as the extension isfiled
within the extendible period for reply. In astuation where areply is submitted prior to
December 1, 1997, asof December 1, 1997, any genera authorization of record will act
as a constructive petition for an extension of time and, therefore, would make the earlier
submitted reply timely so long as December 1, 1997 is within the maximum extendible
period for reply. The extension fee that should be charged is the extension fee required
for apetition for an extension of time filed on December 1, 1997. For example, if a
reiection was mailed on June 16, 1997, setting a 3-month shortened statutory period for
reply and areply was filed on October 24, 1997 without the necessary petition for an
extension of time (note: applicant should have been notified as soon as possible that a
petition for an extension of timeis needed), any general authorization of record on
December 1, 1997 will act as a constructive petition for an extension of time. Applicant
will be naotified that the fee set forth in 37 C.F.R. § 1.17(a)(3) for an extension of time for
reply within the third month has been charged since the earliest date that the general
authorization can be considered as a constructive petition for an extension of time under
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therulesis December 1, 1997.

(Q160) The answer to Q56 states that it isnot necessary to check for continuity before the filing
fee of a Continued Prosecution Application (CPA) is charged to a deposit account or a check for
thefiling feeis cashed. Isn't this statement inconsistent with the answer to Q101, which suggests
that a general authorization to charge feesto a deposit account in the prior application will be
effective to extend the period for filing a CPA in the prior application--i.e., that the PTO will
check for continuity and charge any necessary extension fee?

Answner: No. Q56 merdy states that the financial transaction for the CPA filing fee may
be completed prior to any substantive determination as to whether copendency exigts. If it
islater (subsequent to the financial transaction for the CPA filing fee) determined that a
petition for an extension of time and fee are required in the prior application to maintain
copendency, the PTO will charge the necessary extension of time fee, provided that there
isapetition for an extension of time, such as a general authorization to charge feesin the
prior application. If thereisno petition for an extension of time and fee, but thereis still
time to file such a petition and fee, the PTO will notify applicant that the petition and fee
are needed to maintain copendency. If thetime period for filing a petition for an extension
of time and fee has expired, the PTO will notify applicant that the prior application has
been abandoned and will then await a possible petition to revive the prior application.

Appeal Process Changes (Continued from Q119)

(Q161) An examiner reopens prosecution after afirst appeal brief has been filed.

Part | -- Will appellant need to pay a second notice of appeal fee or a second appeal brief
fee when a second appeal results from the reopening of prosecution?

Answer: No. Where the Board of Patent Appeals and Interferences (BPAI) has not
rendered a substantive decision on the meritsin thefirst appeal, neither a second notice of
appeal fee nor a second appeal brief fee will be required.

Part 11 -- Isthe answer to Part | dependent upon whether appellant dects to continue
prosecution before the examiner or requests reinstatement of the appeal under 37 C.F.R. 8
1.193(b)(2)(ii)?

Answner: No. Whether appellant elects to continue prosecution or requests reinstatement
of the appeal will not affect the need to file a second fee. No additional appeal fee or
appeal brief fee shall be due where no BPAI decision has been rendered.

Reissue Practice (Continued from Q133)

(Q162) If all errors specifically identified in theinitial reissue oath or declaration are, because of
amendments during prosecution, no longer being corrected in the reissue application, doesthe
reissue application lose the benefit of itsfiling date?
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Answer: No. Thefiling dateis retained. However, a supplemental reissue oath or
declaration must be submitted which does identify a correctable error that is currently
present in the reissue application, and it may also cover any other changes made during
prosecution of the reissue application.

(Q163) How specific must a reissue oath/declaration bein "stating at least one error” in order to
comply with requirements of revised 37 C.F.R. 8 1.175, effective 12/1/977?

Answer: It issufficient that the reissue oath/declaration identify a single word, phrase, or
expression in the specification or in an original claim, and how it renders the original
patent "wholly or partly inoperative or invalid." The corresponding corrective action
which has been taken to "fix" the original patent need not be identified in the
oath/declaration.

If theinitial reissue oath/declaration "states at least one error” in the original
patent, and, in addition, proposes the specific corrective action (or the "fix") to be taken
in the reissue application, the oath/declaration would be considered acceptable, even
though the corrective action statement is not required.

(Q164) What arethe criteriafor requiring a supplemental reissue oath/declaration with respect to
the errors corrected in a reissue application and when should the supplemental reissue
oath/declaration be required? (How the supplemental reissue oath/declaration isrequired by the
examiner is addressed in the next question.)

Answer: (A) A supplemental reissue oath/declaration will be required in reply to the
Office action in each of the following two fact Stuations.

1) Theinitial oath/declaration isinsufficient because it fails to identify any
appropriate error upon which reissue can be based. The oath/declaration does identify one
or more errors, but none of the identified errors are appropriate for reissue. A
supplemental oath/declaration is needed in reply to the Office action to provide at |east
one error appropriate for reissue. (Note: In accordance with 35 U.S.C. § 251, the error
upon which areissueis based must be one which causes the original patent to be “deemed
wholly or partly inoperative or invalid, by reason of a defective specification or drawing,
or by reason of the patentee claiming more or lessthan he [or she] had aright to claim in
the patent.” Thus, an error under 35 U.S.C. § 251 does not exist where the correction to
the patent is one of spelling, or grammar, or a typographical, editorial or clerical error--
i.e., a Certificate of Correction type error. These Certificate of Correction type errors do
not provide abasis for reissue, although they may also be included in a reissue application
where an appropriate error isaso present. Thisdiscussion of “error” will beincluded in
the next version of the Manual of Patent Examining Procedure at Section 1402.)

2) Thereisno statement of an error at all in theinitial oath/declaration in the case.

A supplemental oath/declaration is needed in reply to the Office action to identify at least
one appropriate error to be relied upon as the basis for reissue.

(B) A supplemental reissue cath/declaration will be required prior to allowance in
each of the following two fact situations.

3) Theinitial oath(s)/declaration(s) of record does properly identify one or more
errors (as being the basis for reissue); however, because of changes or amendments made
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during prosecution, there is no identified error that isbeing relied upon any longer. A
supplemental oath/declaration will be needed to identify at least one error currently being
relied upon asthe basis for reissue and to cover al other errors corrected which are not
covered by theinitial oath/declaration. The supplemental oath/declaration need not also
indicate that the error(s) identified in the initial oath(s)/declaration(s) iSare no longer
being corrected.

4) Theinitia oath(s)/declaration(s) of record does properly identify one or more
errors (as being the basis for reissue); however, because of changes or amendments made
during prosecution, further errorsare corrected in the patent (i.e., errors which render
the original patent wholly or partly inoperative or invalid and which are not covered by the
initial oath/declaration). A supplemental oath/declaration will be needed to cover al other
errors corrected which are not covered by theinitial oath/declaration. This supplemental
oath/declaration must state that all errors not covered by the original oath/declaration
arose without any deceptive intention on the part of the applicant. 37 C.F.R. §
1.175(b)(1).

(Q165) How and when should the examiner take action to obtain submission of the supplemental
oath/declaration in the previous question?

Answer: Assoon as a deficiency requiring a supplemental oath/declaration is noted, the
examiner should rgect al the claims as being based upon a defective reissue
oath/declaration under 35 U.S.C. § 251. To support the rejection, the examiner must
point out why the oath/declaration failed to comply with 37 C.F.R. § 1.175 (i.e,, the
nature of the lack of compliance with 37 C.F.R. 8§ 1.175).

Form Paragraphs 14.01-14.01.05, 14.05.02 and 14.14 have been provided for use
by the examiner in making the rgection under 35 U.S.C. § 251 and in pointing out why
the oath/declaration fails to comply with 37 C.F.R. § 1.175.

Whether the supplemental oath/declaration must be submitted in reply to the Office
action or if it can be deferred until the application is otherwise in condition for allowance
isasfollows:

(A) The supplemental reissue oath/declaration will be required to be submitted in
reply to a non-final Office action only when a proper statement of error was not provided
in theinitial reissue oath(s)/declaration(s). In this Stuation, the Office action containing
thergection under 35 U.S.C. § 251 should clearly indicate that a supplemental
oath/declaration must be submitted in reply to the Office action. This supplemental
oath/declaration is needed in order to have an oath/declaration present in the application
which provides a proper statement of at least one error. Note that it is necessary to have
an oath/declaration stating at least one error appropriate for reissue present in the reissue
application, at least initially, in order to commence the examination process as the Office
does not examine “no defect” reissues.

(B) The supplemental reissue oath/declaration will be required but may be deferred
until prior to allowance when a proper statement of error was set forth in the initial
reissue oath(s)/declaration(s). In thisstuation, the Office action containing the rgjection
under 35 U.S.C. 8§ 251 should point out that:

-submission of a supplemental reissue oath/declaration which obviates this
rgection under 35 U.S.C. § 251 can, at applicant's option, be deferred until the application
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is otherwise in condition for allowance, and

-applicant need only request that submission of the supplemental reissue oath/
declaration be deferred until allowance, and such a request will be considered a complete
reply to the rgection.

If applicant requests deferral of the supplemental oath/declaration submission, the
examiner, in the next Office action, should (1) acknowledge applicant's request for
deferral, (2) not repeat the 8 251 rgjection, and (3) indicate that a supplemental
oath/declaration will be required at the conclusion of prosecution (prior to allowance) in
order to fully comply (1) with 8 1.175(b)(1), i.e., provide a statement that all errors
corrected (changes made) not covered by theinitial oath/declaration arose without any
deceptive intention on the part of the applicant, or (2) with § 1.175 (c), i.e., provide a
statement identifying another error being corrected, only if needed.

NOTE: When the application is placed in condition for allowance (except for the
need for a supplemental oath/declaration), the examiner is encouraged to telephone the
applicant and request the submission of the supplemental oath/declaration by fax. If the
circumstances do not permit making a telephone call, or if applicant declinesto or cannot
promptly submit the oath/declaration, the examiner should issue a final Office action (final
rejection) setting forth the above-described rejection under 35 U.S.C. § 251 asthe only
rejection in the case.

If the reply which placed the application in condition for allowance was areply to a
final rgection, the examiner should issue another final rgection (stating the rgjection of the
insufficient oath/declaration under 35 U.S.C. § 251, and withdrawing the previous fina
rejection), and any amendment included within the reply should be entered. No advisory
action should beissued in thisinstance.

(Q166) How should an applicant presently reply to an Office action issued before December 1,
1997, which included a rejection based on a reissue oath/decl aration found to be defective asto
37 C.F.R. 8 1.175 criteriain effect at the time (prior to December 1, 1997)?

Answer: Even though the reissue oath/declaration was filed prior to the December 1,
1997 effective date and the Office action also issued before the effective date, the oath or
declaration will be reviewed by the examiner under the new, amended version of § 1.175
which is presently in effect.
Accordingly, applicant should review the oath(s)/declaration(s) of record to ensure
that it/they contain(s):
(1) A statement that the applicant believes the original patent to be wholly or
partly inoperative or invalid-
() by reason of a defective specification or drawing, or
(b) by reason of the patentee claiming more or less than patentee had the
right to claim in the patent.
(2) A statement of (at least) one error which can be relied upon to support the
reissue application.
(3) A statement that all errors which are being corrected in the reissue application
(up to the time of filing of the oath or declaration) arose without any
deceptive intention on the part of the applicant.
(4) Theinformation and statements required for compliance with 37 C.F.R. 8 1.63.
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If the oath/declaration contains al of the above e ements (1) through (4), applicant
should so indicate in the reply to the Office action, and then request that the
oath/declaration be reeval uated based upon the amended version of 8 1.175 in effect on or
after December 1, 1997. Such would be fully responsive to the Office action rgection of
the claims based upon a defective rei ssue oath/declaration under 35 U.S.C. § 251 (which
oath/declaration failed to comply with 37 C.F.R. § 1.175).

If the oath/declaration does not contain all of the above e ements (1) through (4),
applicant should submit, with the reply to the Office action, a supplemental
oath/declaration providing the missing e ements. In the reply, it should be pointed out how
the missing e ements have been provided, and then it should be requested that the
oath/declaration be reeval uated based upon the amended version of 8 1.175 in effect on or
after December 1, 1997. Thiswould constitute a full reply to the Office action rejection of
the claims based upon a defective reissue oath/declaration under 35 U.S.C. § 251.

It should be noted that any information as to the error contained in the reissue
oath(s)/declaration(s) other than the above e ements (1) through (4) will not be evaluated
nor commented upon by the examiner. Accordingly, any issue as to the identification of
more than one error and/or the description of how the errors arose and were discovered
should not be addressed in the reply to the Office action, despite the fact that the examiner
might have raised such an issue in the Office action issued before December 1, 1997.

Miscellaneous I ssues (Continued from Q148)

(Q167) How do thetime periodsin 37 C.F.R. § 1.97 apply to a CPA?

Answer: Thefiling date of the CPA request is the filing date of the CPA under 37 C.F.R.
81.97(b)(1). Themailing date of the first Office action subsequent to the filing date of the
CPA request isthe mailing date of thefirst Office action on the merits under 37 C.F.R. §
1.97(b)(3). Themailing date of afinal action (37 C.F.R. 8 1.113) subsequent to thefiling
date of the CPA request isthe mailing date of a final action under 37 C.F.R. 8§ 1.97(c)(1).
The mailing date of a notice of alowance (37 C.F.R. § 1.311) subsequent to the filing date
of the CPA request isthe mailing date of a notice of allowance under 37 C.F.R. 8§
1.97(c)(2).

(Q168) Variousforms, such asthe CPA Reguest form (PTO/SB/29), have been made available
to the public on the PTO Web site. Isthe use of the PTO forms mandatory?

Answer: No. Whilethe PTO forms are preferred because they encourage applicants to
provide al the necessary information and are readily recognizable by PTO personnd,
thereby resulting in expedited processing, applicant may use hisor her version of the
forms. Applicant’s forms may be the same as, smilar to, or very different from, the PTO
forms, so long as they do not cause applicant to be non-compliant with the rules.

(Q169) The PTO previoudly stated that it is unnecessary to fileareply under 37 C.F.R. § 1.111
or 1.113 with a petition under 37 C.F.R. § 1.136 or 1.137 in the situation in which an extension of
time or revival is sought solely for purposes of copendency with a continuing application. See
Requirement for a Response Under 37 CFR 1.136 and 1.137 Where a Continuing Application is
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Being Filed; Official Gazette Notice, 1031 Off. Gaz. Pat. Office 11 (June 14, 1983). If a CPA
(or any continuing application) isnot areply under 37 C.F.R. § 1.111 or 1.113 (see Q59, Q101,
and Q102), must an applicant aso fileareply under 37 C.F.R. § 1.111 or 1.113 with a petition for
an extension of time under 37 C.F.R. 8§ 1.136 or a petition to revive under 37 C.F.R. 8 1.137?

Answner: No. An applicant need not fileareply under 37 C.F.R. § 1.111 or 1.113 with a
petition for an extension of time under 37 C.F.R. § 1.136 or a petition to revive under 37
C.F.R. § 1.137 in the Stuation in which the extension of time or revival is sought solely
for purposes of copendency with a continuing application (including a CPA).

In 1983, each of 37 C.F.R. § 1.136 and 1.137 required a “response’ (now “reply”)
asacondition of obtaining an extension of time or revival of an application abandoned for
failure to prosecute. Because the preparation of areply was considered a waste of
resources in the situation in which the extension of time or revival is sought solely for
purposes of copendency with a continuing application, the Office, in essence, waived this
requirement of 37 C.F.R. 8 1.136 and 1.137 when an extension of time or revival was
sought solely for purposes of copendency with a continuing application.

The above-mentioned June 14, 1983 Official Gazette Notice has been superseded
by the December 1997 amendment to 37 C.F.R. § 1.136 and the September 1993
amendment to 37 C.F.R. 8§ 1.137. 37 C.F.R. § 1.137 was amended in September of 1993
to expresdy provide that, in an application abandoned for failure to prosecute, the filing of
a continuing application would meet the response/reply requirement. See Changesin
Procedures for Revival of Patent Applications and Reinstatement of Patents; Final Rule
Notice, 58 Fed. Reg. 44277 (August 20, 1993), 1154 Off. Gaz. Pat. Office 35 (September
14, 1993). 37 C.F.R. 8 1.137 asamended on December 1, 1997 continues to provide that,
in anonprovisional application abandoned for failure to prosecute, the filing of a
continuing application will meet the reply requirement. In addition, 37 C.F.R. 8 1.136 as
amended on December 1, 1997 finally eiminates its requirement that a petition thereunder
for an extension of time include a response or reply, and smply provides that the failure to
timely file areply will result in abandonment of the application. That is, 37 C.F.R. 8 1.136
now provides that a reply need not be filed to ssimply extend the period for reply to an
Office action, but areply must be filed to avoid abandonment of the application for failure
to timely reply to the Office action.

Therefore, while a CPA (or any continuing application) is not areply within the
meaning of 37 C.F.R. 8§ 1.111 or 1.113, 37 C.F.R. 8 1.136 does not require that a petition
thereunder include a reply to effect an extension of the period for reply to an Office action,
and 37 C.F.R. 8 1.137 does not require that a petition thereunder include areply, in a
nonprovisional application abandoned for failure to prosecute, so long asthe application is
to berevived solely for purposes of copendency with a continuing application (which may
bea CPA).

(Q170) 37 C.F.R. 8§ 1.378(c), which provides for the reinstatement of expired patents on the basis
of an unintentional delay in payment of a maintenance fee, includes a twenty-four month filing
period requirement while 37 C.F.R. § 1.137(b), which provides for, inter alia, therevival of a
lapsed patent, does not contain afiling period requirement. Can a patentee avoid the twenty-four
month filing period requirement in 37 C.F.R. § 1.378 by filing a petition under 37 C.F.R.

8 1.137(b) to accept an unintentionally delayed maintenance fee payment and reinstate the patent?
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Answer: No. While patents that expire for failure to timely pay a maintenance fee are
often incorrectly referred to as “lapsed” patents, a patent “expires’ (not “lapses’) at the
end of the six month grace period in 35 U.S.C. 8§ 41(b) when the patentee failsto timely
pay a maintenance fee. See 35 U.S.C. §41(b). A lapsed patent, on the other hand, only
occurs when: (1) an applicant timely pays the sum specified in the Notice of Allowance;
(2) the sum specified in the Notice of Allowanceislessthan theissuefee (e.g., dueto a
patent fee increase) such that there is a balance of the issue fee due; (3) the Office notifies
the applicant/patentee that there is a balance of the issue fee due; and (4) the
applicant/patentee fail s to pay the balance of the issue fee within the three month period
specified in 35 U.S.C. § 151, & 3. Since a patent does not “ lapse” within the meaning of
35 U.SC. §151 and 37 C.F.R. 8§ 1.137 when a maintenance fee is not timely paid, a
patentee cannot “end-run” the twenty-four month filing period requirement in

35 U.S.C. 8§41(c) and 37 C.F.R. § 1.378 by filing a petition under 37 C.F.R. § 1.137(b).

Revised March, 1998

-52-



