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Condensed - Subject Matter Summary ||

The following represents highlights fromthe final rule "Changes to
Patent Practice and Procedure.”

Filing of Applications

Al applications are nowto be filed under rule 53 as prior rules 60 and
62, for filing of continuing applications (continuations, divisions and
continuations-in-part), are elinnated:

continuation and divisional applications, simlar to old rule 60,
may continue to be filed with a copy of an oath or declaration and
with the ability to delete one or nore inventors, under

8 1.53(h).

A new type of application, a continued prosecution application, CPA has
been created, 8§ 1.53(d), which

will be processed directly in the Goup rather than in Ofice of
Initial Patent Examination as it utilizes the sane file jacket,
application no. and filing date as the prior conplete application
fax subnission direct to the Goup is pernmtted (with the
filing date being the date of receipt if the receipt and
transni ssion dates differ).
A CPA application:

can nane the sane or fewer than all the inventors naned in the
prior application,

can have an immedi ate prior application filed before, on, or after
June 8, 1995,

but nmay not:
be a CIP application
The naming of the actual inventors is no longer required to obtain a
filing date for an application pursuant to anendnments to 88 1.41 and

1.53. Where an application is filed without an executed oath or
decl aration under § 1.63 but sets forth an i nventor's nane:
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t he subsequent submni ssion of an oath or declaration with a
different inventive entity will set forth the inventorship,
8 1.48(f), elimnating the need for a § 1.48(a) petition, and

where an inventor's nane is not originally set forth, until such
tinme as an executed oath or declaration is submtted, an
al phanuneric identifier should be used.

Deceptive I ntent |ssues

The separate verification requirenents have been elimnated in rules
1.6, 1.8, 1.10, 1.27, 1.28, 1.48, 1.52, 1.55, 1.69, 1.102, 1.125, 1.137,
1.377,, 1.378, 1.804, 1.805, 3.26, and 5.4, due to anendnent of 88 1.4
and 10. 18.

Rei ssue oaths or declarations under § 1.175 have been sinplifi ed:

only one error being corrected need be identified instead of al
errors,

only a general statenent as to a |l ack of deceptive intent is
required instead of a detailed showi ng of facts and circunstances
as to how each error arose or occurred, and

only one suppl emental oath or declaration need be supplied prior
to allowance stating all errors not covered by the original oath
or declaration arose w thout deceptive intent instead of a new
oath or declaration with each amendrent .

Petitions to correct inventorship in pending applications other than
rei ssue applications, 8 1.48, and in patents, 8§ 1.324, have been
liberalized:

diligence requirenment for filing of petition deleted,

parties subnmtting a statement of facts as to how the error
occurred changed to those bei ng added or deleted rather than al
(8 1.324 requires statenent of agreenent or nondi sagreenent from
the other inventors), and

statenents of facts nay now sinply state |ack of deceptive intent
rat her than supply facts and circunstances, and are not required
to be verified.

Smal | entity status can be obtai ned without a new statenent in CPA and
rei ssue applications, and paynent of a small entity fee in a continuing
or reissue application substitutes for the required reference to the
statenent in the prior application or patent, § 1.28(a).

Conden. wpd



