C

1]

NOU 25 'S6 ©88:41 FR MYERS LINIAK BERENATO3@1 299 S482 TO 17033886916 P.B81-83

MYERS, LINIAK & BERENATO

PATENT, TRADEMARK & COPYRIGHT LAW

?EOFFREPY El.hi:dvzns-¢ 6550 ROCK SPRING DrIVE ARLINGTON, VIRGINIA OFFiCE
HOMAS *. I1AK®S T
doszen W BERENG o Suire 240 saqiTuste § Coomen R.C.
ggggffs R }“?AONPSECRO.:ﬂo BETHESDA,MARYLAND 20817 ARLINGTON, VA 22202
Eg:f:x% %p"E\sﬂTB%RO‘SQIQ-O TeLerHONE! (301) 365-8000 TELEPHONE: (703) 415-1500
JAMES W. HELLWEGE *o FacsimiLe: (301) 299-5482
WiLLiam A. BLAKE® OF COUNSEL
- JOSEPM A.RROA " Q WiLLiam D, Hago
@ H.WaLTER HABUSSLER
- Jack 0. Purrer
J- ANOREW MCKINNEY, JR, @ TRANSMITTAL, SHEET
Scort W. BRICKNER Q Q‘b ,
REQ, FATENTY AGENTS Q Q Q/
* ADMITTED !N D. C, ”\s <. &
PRsRinES NV (W Q{L c§§<
TO: A M. Jeffrey V. Nase
a
FIRM: o USPTO
FAX/SPEED NUMBER (703) 308-6916
FROM: Joseph A. Rhoa, Esguire
RE:

NUMBER OF PAGES: 3 (includes cover sheet)
OPERATOR: Karen Ng

DATE: 11/25/96 PIME : 8:33

IF YOU DID NOT RECEIVE ALL THE PAGES, PLEASE CALL BACK AS SOON AS
POSSIBILE.

TELECOPY OPERATOR NUMBER: (301) 365-8000

DIRECT LINE TO FAX MACHINE: (301) 299~5482

MESSAGE:

[The information contained in this transmission is "CONFIDENTIALY
and intended only for the use of the individual or entity to
which it is addressed. If you received this transmission in
error, please notify the sender immediately and return the
original transmission. ]



Vo

NOU 25 '96 88:41 FR MYERS LINIAK BERENATO3@1 233 5482 TO 17033886916 P.82/63

MYERS, LINIAK & BERENATO

PATENT, TRADEMARK & COPYRIGHT LAW

GEOFFREY RIMYERS ™+
THOMAS P.LINIAK==
JOsSEPH W. BERENATO, IIl 2o
GEORGE M. COOPER>®
DouctLas R. HanscOMe
ERrIC S. SPECTOR*o

FELIX J. D' AMBROSIO*S
JAMES W, HELLWEGE e
WitLlaM A, BLAKE®

JOSEPH A.RWOAT

J. ANDREW MCKINNEY, JR,
ScoTT W, BRICKNER

I CGENED

6550 ROCK SPRING DRIVE
SUITE 240
BeTHESDA, MARYLAND 20817
TeLEePHONE! (301) 365-8000

ARLINGTON, VIRGINIA OFFICE
JONES, TuLLar & Cooper, P. C.
2001 JEFFERSON DAVIS HIGHWAY
ARLINGTON, VA 22202
TELEPHONE: (703) 415-1S00

FACSIMILE: (30) 299-5482
OF COUNSEL

Wittiam D. Hacu
H.WaLTER HagussLER

November 25, 1996 JACK D. PUFFER

JABMITES N :@-Pd\ y < \9% VIA FAX TRANSMITTAL
WOV = v
grle
Assista m&\s\ioner

for Patents
Box Comments

Washington, D.C. 20231

Attention: Mr. Jeffrey V. Nase

Dear Sir:

This letter represents my comments on the proposed rule
changes published at 1191 0.G. 105.

I entered into the patent profession in 1989, was an
Examiner in Groupe 230 and 2500 for approximately 3% years, and

have since been in private practice at the above-captioned firm.

§1.121 MANNER OF MAKING AMENDMENTS

T do not feel that the proposed changes to this rule should
be implemented as the proposal would increase the likelihood of
prosecution error, create more paper, increase the expensge of
patent prosecution and patent examining, and increase the cost of
storage space.

The proposed changes will require the prosecuting attorney

to rewrite all pending claims when an amendment 1is made. It has
been my experience that: (i) innocent errors are much more

likely to occur when entire claims are rewritten than when a

couple of words are simply added to the original claim; and (ii)

the patent examiner will be unduly burdened as he/she will have
to com previous claimg and the newly submitted claim to make
sure that rewritten claims are correct. Furthermore, such a
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requirement would double or triple the length of amendments.
Massive file histories are not in the public interest. Creating
more and more paperwork, as this rule change would surely do,
will do nothing more than increase expense, increase the
likelihood of error by both examiners and private practitioners,
and increase storage space requirements. '

Additionally, innocent errors made in rewriting entire
claims will subject innocent attorneys to charges of fraud,
inequitable conduct, etc.

Why fix what is not broken?

§1.175 REISSUE OATH

I disagree with the proposed rule change. I have
participated in many reissues as both a patent examiner and a
private practitioner.

It is in the public interest that the PTO require reissue
applicants to explain how supposed “errors“ occurred. The
courts, as well as the public, are at a disadvantage in reviewing
"SUch™issues unless reissue applicants are forced, in the PTO, to
explain in writing how the errors occurred.

1.53 CONTINUED APPLICANTS

The proposed rule change to the FWC procedure is a good one.

Ve;yffruly yolurs,
. Y / -7
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