AMERI CAN BAR ASSCCI ATI ON
SECTI ON OF | NTELLECTUAL PROPERTY LAW

Comrents on
Rules to Inplenment Optional Inter
Part es Reexam nation Proceedi ngs

(Federal Register Notice
Thursday April 6, 2000
Vol . 65. No. 57 Pages 18154-18186)

RECOMVENDATION: It is recomrended that the heading
"Subpart H Reexam nation of Patents"” be anended to
add "(Applicable to Patents having an O gi nal
United States Filing date On or After Novenber 29,
1999)".

COMMENT: As noted in the Federal Register Notice
"The effective date of the statute with respect to
optional inter partes reexanm nation proceedi ngs as
well as to existing ex parte reexam nation
proceedings is conplex.” It would be helpful to
practitioners and those considering initiating an
inter partes reexamnation if they are clearly
advi sed of what patents are subject to such

pr oceedi ngs.

RECOMVENDATION: It is recomrended that the Ofice
consider reducing the fee for filing a request for
inter partes reexamnation (37 CFR § 120 (c)(2)) or
at | east nmeke arrangenents for conducting a review
of the actual costs involved in inter partes
reexam nations after the procedure has been in
effect for a reasonabl e anount of tine.

COMMENT: Fol |l owi ng the publication of proposed
inter partes reexam nation rules in 1995 there were
many comrents objecting to the high fees set for
inter partes reexam nation requests. In response
the O fice comented that the fee was set based on
the antici pated expense of such a proceedi ng; but
t he response gave no detail ed expl anati on of how
the Ofice decided upon the fee that was set.
Further, the Ofice has reduced the fee from

$11, 000. 00, set in 1995, to $8,800.00 in the
proposed rul es; and again no reason for this is
apparent other than protests by the public. In
view of this, there should be an objective study
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conducted which is based on actual experience,
particularly where such high fees are set.

RECOMVENDATI ON: I n proposed Section 1.907(b) and
(c) the words "coul d have raised" should be changed
to "had beconme or should have beconme known to that
party upon reasonable inquiry at the tinme the inter
partes reexam nati on was ordered".

COWENT: Proposed Sections 1.907(b) and (c) would
prohibit a third party fromlater raising issues
which it "coul d have raised" in the reexam nation
proceedi ng. Theoretically, this would prohibit a
third party fromrequesting a new reexam nation
based on any existing patent or printed
publication. It is obvious that this is not the
intent of the proposed rules. However, a third
party al so should not be prohibited fromrequesting
a subsequent reexam nation nerely because a

rel evant patent or printed publication may be
renotely located in another file of the third
party. For this reason the words "had becone known
or shoul d have been known upon reasonabl e inquiry"”
shoul d be used in § 1.907(b) and (c) in place of
the words "could have raised”. Also, this wording
is nore consistent with other sections of the
reexam nation rules, such as § 1.948(c).

RECOVMVENDATI ON: The foll owi ng sentence shoul d be
added to the end of proposed Rule 1.923: "Such
determ nati on does not constitute a finding of fact
under the estoppel provisions of Section 4607."

COMVENT: Section 4607 of the statute provides
that a third party who requests inter partes
reexam nation is estopped fromchall enging a fact
determ ned during the process of reexamnation. It
shoul d be nmade clear that facts determ ned by the
O fice in deciding whether to reexam ne a patent
are not facts determ ned during the process of
reexam nation; and such factual determ nations
shoul d not act as an estoppel. Because a deci sion
not to reexamne is not a decision nade after ful
subm ssion of all of the evidence and argunents,
the third party requester should not be deprived of
any of its defenses in case the patent is later
asserted agai nst the requester.



RECOMVENDATI ON:  Proposed Section 1.947 and
1.977(f) should be anended to provide the patent
owner an opportunity to respond to all witten
comments of a third party requester.

COWENT: During an ordinary |egal proceeding a
patent owner is entitled to a statutory presunption
of patentability. This is not the case in an inter
partes reexam nation proceeding. Mreover in an
inter partes reexam nation proceedi ng, the patent
owner faces not only the Exam ner but also the
third party. It would be unfair to require the
patent owner to face these two adversaries but only
be able to respond to one of them Moreover, it is
the third party, i.e. the one to whomthe patent
owner would not be permtted to respond, that is
likely to be the nost form dable foe. The patent
owner shoul d have the right of |ast conmment since
the patent owner is, in effect, in the position of
a def endant.

RECOMVENDATI ON:  Proposed Section 1.949 shoul d be
anended to preclude closing of prosecution whenever
a new ground of rejection is nmade, irrespective of
whet her a prior anmendnent nade the new ground
necessary.

COMMENT: The decision as to whether a new ground
of rejection was necessitated by an anmendnent is an
adm ni strative decision nmade solely at the

di scretion of the exam ner; and such decision is

not subject to appeal. A patent owner shoul d not
be subject to an arbitrary decision of the
exam ner. |Instead, the patent owner shoul d have

the opportunity to present new cl ains, argunents
and evi dence whenever a new ground of rejection is
raised. This is a different situation fromthat
involved in ordinary prosecution where the
applicant is free to refile the application and

i ntroduce new clains, argunents and evi dence. A
reexam nati on proceedi ng cannot be refiled by the
patent owner. Moreover, a reexam nation proceeding
puts the patent owner in a do or die situation at
the whimof any third party who does not even have
to make the type of showing that is required in a
decl arat ory judgenent action.



RECOMVENDATI ON:  Proposed Rul e 1.955 should be
anended to provide for inter partes interviews at
whi ch each party may present its case orally to the
Exam ner, to present its experts and to question
the other party and the other party's experts in
front of the Exami ner. The Exam ner should al so
have the opportunity to question the parties and
their experts.

COMMENT: A reexam nation proceeding may result in
the cancellation of a patent (i.e. a taking of
property) or it may result in the deprivation of
one or nore possible third party defenses.

Further, on appeal from a reexam nation proceedi ng,
the patent owner nay chall enge only egregi ous
errors in the PTOs findings of fact and the third
party requester has no right at all to any court
appeal. In view of this, the PTO should take al
precautions to be sure that the Exam ner has access
to all matters that nmay be necessary to reach his
or her decision, including the testinony of experts
and their qualifications and veracity, particularly
in the face of cross-exam nati on.

It is recognized that while the decision to
initiate a reexamnation is optional with a third
party, it is not optional wth the patent owner;
and the patent owner should not be deprived of his
or her patent rights w thout adequate due process
of |aw.

RECOVMENDATI ON: The Rul es shoul d provide that an
inter partes reexam nation proceedi ng be handl ed by
an exam ner other than the one who originally

exam ned the application.

COMMENT: An inter partes reexam nation proceeding
shoul d be conducted with conplete inpartiality. It
woul d be difficult for an exam ner who had
originally granted a patent to exercise conplete
inpartiality upon reexam nation; and even if he or
she could be so inpartial, the nmatter woul d not
have the appearance of inpartiality and the
public's confidence in the process woul d be
under m ned.

RECOMVENDATI ON: The Patent and Trademark O fice
shoul d provide that a special Reexam nation Corps
be established that woul d have an i ndependent
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status such as the nenbers of the Board of Appeals
and I nterferences.

COMMENT: Since reexam nation proceedi ngs have the
potential of depriving patent owners of property,
t he proceedi ngs shoul d be maintained in a manner
t hat avoi ds even the inpression of bias. This
woul d be fulfilled by an i ndependent Board of
Reexam ners. |In addition, such an i ndependent
board woul d have the experti se needed to consider
the patentability of clains which have previously
been granted by the Ofice.



