

From: Moore, Steven J. [mailto:smoore@kelleydrye.com] 
Sent: Wednesday, September 19, 2007 10:40 AM
To: BPAI Rules
Subject: Comments on Proposed Rules of Practice Before the Board of Patent Appeals and Interferences in Ex Parte Appeals (37 CFR 41)
The Honorable Jon W. Dudas 

Dear Under Secretary Dudas: 

As an attorney representing numerous clients, I wish to object to the Notice of proposed rule making set forth at the Federal Register, Vol. 72, No. 145 (Monday, July 30, 2007).  Respectfully, such proposed rules if applied in toto would result in the denial of due process to applicants wishing to appeal unfounded rejections by the USPTO.
In particular, I note Sections 41.37 and 41.41, both of which limit an applicant's ability to adequately respond to lengthy Examiner Office Actions.  The fact that the office is requiring the font on the brief to be "equivalent to 14 point Times New Roman" type, that the briefs be double spaced, margins on each page of the brief  to be at least one inch on all sides, and that the appeal brief be 25 pages or less (and a reply brief generally 15 pages or less).  While a request to exceed the page limit can be petitioned (WITH A FEE) up to ten calendar days before the appeal brief is due, the intent of such requirements is clear -- to place undue hardship on appellants when an examiner issues a very long office action or Examiner's answer.  I suggest that instead of a petition to for extension of the page limit, the office should allow an applicant the longer of 25 pages or the number of pages corresponding to twice the length of the office action (assuming the office action is single spaced).  Further, the pages incorporating the claims at issue should not be counted in respect of the page limit (what if one has 100 claims in contest!).
Further objection is raised to the Office allowing an Examiner (on the Examiner's own volition) upon consideration of a reply brief to "withdraw a rejection and reopen prosecution" (Section 41.43).  As recognized by many practitioners, the practice of allowing re-opening of prosecution is already abused by some Examiners. Once an applicant has appealed, the applicant generally wishes to have the matter resolved by the Board on the issues raised by the Examiner.  A number of Examiner's re-open prosecution over and over again to allow them yet further and further opportunities at the bat.  
It is also asserted that the rule changes proposed are substantive and NOT interpretative.  Further, it is asserted that the proposed rules substantially impact small entities, and disproportionately impact them, for example, in the new costs imposed by the proposed rules.
Sincerely 

Steven J. Moore 
Kelley Drye & Warren LLP 
400 Atlantic Street 
Stamford, CT 06901 
Tel. 203-351-8020 
Fax 203-327-2669 
Email: smoore@kelleydrye.com 

