

From: Moore, Steven J. [mailto:smoore@kelleydrye.com] 
Sent: Friday, September 28, 2007 1:20 PM
To: BPAI Rules
Subject: Addition to Comments on Proposed BPAI Rules
 

 

Addition to Comments: 

1.  Section 41.56 gives the Director powers to scuttle any appeal brief filed by any applicant simply by asserting that an argument made in a brief was frivilous and then issuing an order holding certain facts established, and precluding the applicant form contesting the issue.  It is not clear how an applicant appeals from such an order of the Director, other than to the courts (which of course would be costly).
2.  For any appeal brief or reply brief, the page limitation at the very least should be automatically increased to at least the same number of pages issued by the Examiner to which the appeal brief or reply brief is directed when such pages are reformatted in 14 point type and double space with 1 inch margins thereabout if such is more than the specified page limits.  It is further asserted that all of the page limitations urged by the USPTO are simply to reduce the opportunity of the applicant to have a fair hearing on the merits.
3.  Section 41.41 does not allow for new evidence to be supplied in a reply brief.  This is irrespective of whether the examiner's answer includes a new rejection.  An applicant should be allowed to submit new evidence in respect of new rejections in the answer.
Steven J. Moore, Atty-at-Law 

Steven J. Moore 
Kelley Drye & Warren LLP 
400 Atlantic Street 
Stamford, CT 06901 
Tel. 203-351-8020 
Fax 203-327-2669 
Email: smoore@kelleydrye.com 

 -----Original Message----- 
From:   Moore, Steven J.  
Sent:   Thursday, September 27, 2007 11:29 AM 
To:     'BPAIRULES@uspto.gov' 
Subject:        Comment - Request for Extension of Time to Comment on BPAI Proposed Rules 

I hereby request that the comment period for the proposed Ex Parte Appeal Rules be extended. The new regulation with respect to continuation practice and claim practice only became available on August 21.  These regulations were substantially different from those originally proposed by the USPTO.  The new proposed Ex Parte Appeal Rules are clearly linked with the new regulations on continuation practice and claim practice, as both have substantial impacts on the ability of applicants to gain meaningful patent protection on their inventions. The USPTO itself has admitted that the new continuation/claim rules will lead to significantly more appeals by applicants.   Clearly the new Ex Parte Appeal Rules are designed to hinder the filing of appeals by applicants negatively impacted by the new regulations on continuation practice and claim practice in order to further reduce the backlog of applications at the USPTO.  Meaningful analysis of the proposed Ex Parte Appeal Rules in light of the new continuation/claim rules requires input from other studies, third parties, etc. that simply can not be gathered in the short comment period existing after the publication of the new rules on continuations and claims.  An additional 20 days would be appreciated. 

Sincerely, 
Steven J. Moore, Atty-at-Law 

