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          I fear that the new rules’ extreme attention to details of form and presentation will make applicants’ efforts  to overcome injudicious rejections in the examining divisions much more difficult and expensive, beyond that needed to reduce effort and time by the Board and its staff. Individual inventors and their attorneys do not have unlimited resources. Such a general concern is not very helpful in improving the effectiveness of the rules, however, and therefore this commentary will be limited to a specific possible source of difficulty.

          The rules requirement of concern is the one-size-fits-all brief limitation of 25 pages, with a page format that would allow about 7000 words, in which to present all facts and argument required to establish patentability. Certain required lists and exhibits are excluded from the page limit, but some required elements are not, so actual argument is confined to less than 25 pages.  If there was a single ground for rejection of the main independent claim(s), even involving three or four references, there should be no problem for applicant with that limitation. There is, however, no deterrent to the examiner having alternative grounds of rejection under different sections of the law or using different references and different readings of the claims thereon. Even one additional alternative ground of rejection of a main claim would require a much longer treatment by applicant since either ground of rejection is fatal to the claim if not overturned.

          It seems sensible to allow applicant additional pages (perhaps 10) whenever the examiner considers it necessary to make alternative grounds of rejection to enhance the strength of his position. It is important that this additional space be automatic and not require a petition or other action by applicant. Perhaps this would also decrease the likelihood that multiple grounds of rejection would be found in applications destined for appeal. Similar relaxation of other briefing requirements or restrictions could be helpful.
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