PATENTS AND TRIPS: AN
OVERVIEW

United States Patent and Trademark Office
Global Intellectual Property Academy
Patent, Trademark, and Copyright — Law and Policy
August 27-29, 2007

Minna Moezie
IPR Attaché

Usoiirc . U.S. Commercial Service
SERVICE .
United States of America U . S . Em bassy Cal ro

Stai
Department of Commerce

1



INTERNATIONAL STANDARDS FOR
PROTECTING INTELLECTUAL

PROPERTY

m World Trade Organization (WTO)

—WTO Is the successor to the General
Agreement on Tariffs and Trade (GATT)
established in the wake of the Second

World War.
— Created January 1995




Update existing international standards and
rules

Establish dispute settlement mechanism to
resolve conflicts between States

Provide detailed IP enforcement provisions
Transparency requirement
National treatment

B - Most-favoured-nation treatment (MEN)

HISTORICAL PERSPECTIVE
Goals of the Uruguay Round
-
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What Is the Relationship between
TRIPS and WTO?

The basic structure of the WTO agreements: how the six main areas fit
together — the umbrella WTO Agreement, goods, services, intellectual
property, disputes and trade policy reviews.

Goods Services Intellectual property
Basic principles GATT GATS TRIPS
Additional details Other goods Services annexes

agreements

and annexes

Market access Countries’ Countries’
commitments schedules of schedules of
commitments commitments
(and MFN
exemptions)

Dispute settlement DISPUTE SETTLEMENT
Transparency TRADE POLICY REVIEWS




Protection of Industrial Designs
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TRIPs Article 25 —
Industrial Designs

Article 25—Requirements for Protection

¢ Requires that protection for any industrial
L] design that is new or original, or that does not
significantly differ from known designs or
combinations of known design features.
€ Designs dictated essentially by technical or
functional considerations need not be protected.

m ¢ Duration at least ten years.
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Industrial Designs in the U.S.

35 U.S.C. 171 Patents for designs.

Whoever invents any new, original, and
ornamental design for an article of
manufacture may obtain a patent therefor,
subject to the conditions and requirements of
this title.

The provisions of this title relating to patents
for inventions shall apply to patents for
designs, except as otherwise provided.

Duration is 14 years.



INDUSTRIAL DESIGNS

Design may consist in configuration or ornamentation or
both.
In re Schnell, 8 USPQ 19 (CCPA 1931)

Surface Configuration Configuration
-ornamentation embodied in an and Surface
applied to article ornamentation for

an article an article




INDUSTRIAL DESIGNS

Hague
Registration
DM/062882




Protection of Inventions
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TRIPs Article 27 - Inventions

Article 27(1)--Patentable Subject Matter

¢ Requires that patents be available for any
Invention, whether products or processes,
In all areas of technology provided that
they are new, involve an inventive step,

I and are capable of industrial
]

application.

¢ This general rule regarding eligibility for
patentability is subject to specific
exceptions set forth in paras. (2) & (3) of
Article 27.
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TRIPs Article 27 — Inventions In the
U.S.

¢ Novelty Is set forth in 35 USC 102

¢ Inventive step Is the same as
unobvious- see 35 USC 103

¢ Industrial application is essentially
the same as our utility standard set
forth in 35 USC 101
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TRIPs Article 29 - CONDITIONS
ON PATENT APPLICATIONS

Article 29(1) & (2)--Disclosure Requirement
¢ Members shall require patent applications to

1. disclose the invention in a sufficiently clear
and complete fashion.

¢ Members may require patent applications to
1. indicate the best mode and

2. provide information concerning
corresponding foreign applications and
grants.
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TRIPs Article 29 - Conditions On
Patent Applications in the U.S.

35 U.S.C. 112 Specification.

The specification shall contain a written
description of the invention, and of the
manner and process of making and using It,
In such full, clear, concise, and exact terms
as to enable any person skilled in the art to
which it pertains, or with which it is most
nearly connected, to make and use the same,
and shall set forth the best mode
contemplated by the inventor of carrying out
his invention.
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Contents of a U.S. Patent Application

= A complete application comprises:

— (1) A specification as prescribed by 35 U.S.C. 112,
Including a claim or claims

— (2) An oath or declaration

— (3) Drawings, when necessary; and

— (4) The prescribed filing fee, search fee,
examination fee, and application size fee.

= Applicants are encouraged to file an
Information disclosure statement in
nonprovisional applications.
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TRIPs Article 27 - Inventions
PATENTABLE SUBJECT MATTER

Article 27(1)--Prohibition Against
Discrimination

B ¢ Patents shall be available and patent rights
enjoyable without discrimination as to:

1. place of invention;

2. field of technology; or

3. whether products are imported or locally
produced.

. ;
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TRIPs Article 27 - without

discrimination as to place of invention

Residence
Angola

Kenya

2002 2003 2004 2005

I N Y

Ngeia | 3| 5| 2| -
Tazama | | 2| |
Trinidad &

Tobago 2 2

Oganda | 1| | - -
Zimbabwe 1 1 - 2

2006

17


http://www.uspto.gov/web/offices/com/annual/2006/fn_50310_2b.html
http://www.uspto.gov/web/offices/com/annual/2006/fn_50310_2c.html
http://www.uspto.gov/web/offices/com/annual/2006/fn_50310_2d.html
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United States Patent g j1  Patent Number: 5,624,120
Frank-Opigo 451 Date of Patent: Apr. 29, 1997
[54] U.5. PRESIDENTIAL CAMPAIGN AND [57) ABSTRACT

ELECTION GAME

The present invention entails a game anl & game board
[76] Tovepios Emmanoel A. Frank-Cpigo, PO, Box apparss, The game board apparsts comprises a game

530, Port Harcourt, Migeria board. a pack of fifty-ose playing cands and two nommal

six-sided dice. The game board is ruled into eighty-cight

o sqquares made up of 2leven columns labelled A vo K and eight

1] Appl Mo S4AH rows within the confines of which ifty-one sguares repre-
[22] Filed: (et 10, 1995 sent Amserica’s fifty states and the District of Codumbia, The
tates, this term to incbade the District of Columbia when-

[51] Tmt C1.° AGIF I specified, &re s0 amanged that the boundaries
[52] U.5. ). I3 gemrovimate e map of the United States, On each of the
[58] Field of Searh .o 2II4L 243, fifty squares is wrillen the name of the state and the stafe’s

273248, 249, 257. 279 electoral vote, The fifty-one cards have the seme information

as om the squarss. but in addition alse display the fag of the

[56] References Cited state, the l=tter indicating the state’s location. that is any of
the lemers A theough K. amd the state’s Tramp Mumber,
which is an imlication of the relative case with which that

755,040 slate can be won, The game B played by two persons
1616216 designated the presidential candidates of the Democratic and
32‘;:'& Republican Parties. The game simulates the United States”
3512770 presidential election system. Play involves contesting and
AR ] coatriving to win the Blectoral College votes from three
4299390 1171981 proups of states, namely, the bocked states, the swing sates

) and even somstimes the so-called lost states. The ohjective
FOREIGN PATENT DOCUMENTS of the pame §s 1o be the first to win t beast tweo hundred and
ASTORL  GIS4E  Toaly s T7W257 SVEDEY Electaral College votcs,
Primary Examiner—William E. il 2 Chalimis, 3 Drawing Sheets
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TRIPs Article 27 - PATENTABLE
SUBJECT MATTER

Article 27(2)--Exclusions from Patentability

¢ Members may exclude from patentability
Inventions under the following conditions:

1. the prevention is necessary to protect
ordre public or morality, including protecting
human, animal, or plant life and the
environment; and

2. exclusion is not made because
exploitation is prohibited by law.

19



Article 27(3)--Exclusions from
Patentability

In the U.S., “anything under the sun made
by man” may be patented.

Some other countries have restrictions,
what restrictions are you aware of, and
what Is the reason for the restriction?

E.g., In Egypt, Industrial Design Patents
may not include religious symbols or
stamps or flags of Egypt or other
countries.
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TRIPs Article 27 - PATENTABLE

SUBJECT MATTER

Article 27(3)--Plant Variety Protection

¢ Members must provide for the protection of

plant varieties either by patents or by an
_ effective sui generis system or any
combination thereof.

¢ UPQV Is an excellent example of a sui
generis system. 60 countries are a member
of UPOV. B/

C UPOY

]
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Two Types Of Patent Protection
Avallable In The U.S. for Plants

mPlant Patent- US Plant Patent
Act of 1930 (35 USC 161)

m Utility Patent (35 USC 101)

22



Utility vs Plant Patents

Requirement or
Attribute

Utility Patent
(35 U.S.C. 101)

Plant Patent
(35 U.S.C. 161)

Generic claimor |Yes No — patent covers a single
protection plant and its clones
possible

Method claims Yes No

permitted

Claim structure No Yes — one claim of

controlled

prescribed format
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Utility vs Plant Patents

Requirement or
Attribute

Utility Patent
(35 U.S.C. 101)

Plant Patent
(35 U.S.C. 161)

Invention must be Yes No
“enabled”

Deposit of biological | Frequently No
material required

Variety name No Yes

required

24
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TRIPs Article 28 - RIGHTS
CONFERRED

Article 28(1)--Exclusive Rights Conferred

¢ Patents for products confer the right to

7 prevent others from making, using, offering
for sale, selling or importing for these

purposes the patented product without the

consent of the patent owner.

¢ Applies to process patents and protects at
least the product obtained directly by the
N patented process.

l i




TRIPs Article 28 - RIGHTS
CONFERRED

Article 28(2)--Transfer of Patent Rights
¢ Patent owners shall have the right to:

1. assign the patent;

2. transfer by succession; and

3. conclude licensing contracts.
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TRIPs Article 30 - EXCEPTIONS
TO RIGHTS CONFERRED

Article 30--Exceptions to Patent Rights

¢ Permits exceptions to the exclusive rights
conferred by a patent provided that

1. such exceptions do not unreasonably
conflict with normal exploitation of the patent
and

2. do not unreasonably prejudice the
legitimate interests of the patent owner,
taking into account the legitimate interests of
third parties.

28



TRIPs Article 31 —

UNAUTHORIZED USE

¢ Article 31 of the TRIPs Agreement sets
forth conditions when nonvoluntary licenses
(compulsory licenses) may be granted by a
government.

_ ¢ These conditions are safeguards to ensure
that a patent owner’s rights are not
abrogated unjustifiably or unnecessarily.

¢ Members that grant compulsory licenses
must comply with the terms and conditions
for granting compulsory licenses as
specified in paragraphs (a)-(l) of Article 31.

29



TRIPs Article 31 —
CONDITIONS FOR GRANTING
COMPULSORY LICENSES

1.
2.

o Ok~ W

~

Application must be considered individually.

Must demonstrate reasonable efforts to obtain
authorization from the patentee on reasonable
terms. [May be waived In cases of national
emergency & nonpublic commercial use.]

Limited to authorized purposes.
Shall be nonexclusive & nonassignable.

Primarily for the supply of the domestic market.

Terminated If circumstances that led to issuance
cease to exist and are unlikely to recur.

Requires adequate remuneration.

All decisions relating to the unauthorized use
shall be reviewable.

30



TRIPs Article 32 -
REVOCATION/FORFEITURE

¢ Article 32 requires Members to provide an
opportunity for judicial review of any decision
to revoke or forfeit a patent.

¢ The term “judicial” implies that where the
authority in question is not a court of law, it
must follow the formal legal procedure of a
court, such as opportunity to be heard.

31
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TRIPs Article 32 -
REVOCATION/FORFEITURE

LISOOPPOSTE1CT

1y REEXAMINATION CERTIFICATE (4307th)

United States Patent
Miller

i1y Number: USs PP5,751 C1
i45) Certificate Issued: Apr. 17, 2001

{54y BANISTERIOPSIS CAAFM (CV) 'DA VINE®

{75y lovenmor: Loren 5. Milber, 17388 Oak Creck D,
Apt. 207, Pelo Alin, CA (US) 94303

(73 Assigies: Loren 5. Miller, Pale Alte, CA (US)

Resxamination Rouest:
M. SN, 307, bar. 30, 1999

Keexamination Certificale forz

Faieni Mo, PF. 5,751
lssuecl: Jun. 17, 1986
Appl. No.: A/ 6Y, T4
Falad: Moy, T, 1954

Helated LS, Application Dada

{E3y  Comiinuailon of spplicatica Mo, 482368114, filed on May
21, 1981, now shandosed.

{51y In. CL7 . o ADOTH 5160
{53 TS CL . . - Pl
(583 Fleld of Search ... oo PIL/226, 385

{56 References Clted
PUBLICATIONS

Plamts of Cultvation: Senisferiopsis comm, Adicssioncd
Specimen Sheel, The University of Michigan Hertanum
{meupted Jan. 5, 1981 [ Exhikit MNo. 1]

Plarts af Cullfvatioa: Ramivteriapsir campi, Field Museom
of Marural Hiswory Herbarium Accession Shest Mo, 13234010
imaunied Agpr. 24, 1978). Exhibit No, 2,

Plamis of Florida: Sowseriopsiy cagpd, Freld Musenm of
Mataral Histary Herbarium. | Exhibit Na. 3]

Plamls of Flonda: Baaisferissly cangr, Fiekl Museum of
Mararal History Herberium Plowmean £12973, [Exhikil Mo,

1}

Dohkin de Rios, Marlene, A Note an the Use of Ayshusses
Ampag Urban Mestize Populations m e Peruvias Amazioa,
T2 Am. Anlbropelogist 141921 (19700 [Exhibil Mo, 5]
Dohkin de Rios, Markene, Benisternopsis in Witcheraft apd
Healing Activities in Iquilcs, Peru, 24 Econ. Botny 2566-00
(15700 TExEdlki Mo, 51

Dabkin de Kios, Marlene, The Wildemess of Mimd: Sacred
Plants in Cross—Culiural Pespecuve G9-73 (Sage Rossarch
Paper Mo, S0-03%9, 197). [Exhibi Mo, 8]

Dabikin o Eaa, Marlesss, % v Viow: Paychedelic
Hegling in the Peruviam Amazon 3847, 67-T6, B8, 21146,
125=40 (Chandler Pub. for Hezlth Sciences, 1972). Exhibsit
Na. 9.

Flares, Franklin Avala & Walier H, Lewis, Drinking 1he
South American  Halhicinogenic Avashuasma, 32 Econ.
Bolany 154 {157E). [Exhibil No. 10].

Hill, Albert F., Econcmic Bolany: A Texibook of UseFal
Planis asd Plant Products 28384 (2d ed. 1952). rL'xI:liIxil
Ma. 11]

Rovier, Laurenl & Jan—Erk Lidgeen, “Ayvahiasca,” the
South Amcrican Hallucisogenic Dunk: An Ethoobolasical
and Chemical Investigation, 26 Econ. Botany 100005, 106,
117 (1972, [Exhibit M 12].

Schultes, Richand Evane & Alber Hofmann, Tie Boary and
Chemustry of Nollucirogens 19381 (American Lecture
Series Mo. 1025, 1860). [Exhibit No. 13]

Briggs, [0 & 5.0, Waliers, Plamt Varation and Evailwion
9394 (19649). [Exhibit Ne. 14)

Sz, Clive A, Plan Tiooonewy and Bilonesemaniics 1R
(1980). [Exhibit Noo 15]

Soelibdns, G Laedyard, Jr., Wasiatiom amd Evoimdion in Flams
F2-6 (19500 [Exbikdt Mo, 16].

Declarmion by William R. Anderson, Directar of the hers
barium at the University of Michigan. [Exhdhit No. 17].
Desclarstson by Chratine Miezgoda, Calleciions Marsgir of
the herbarium of che Field Museum in Chicago, [Exhibit Mo
14]

Declarsizon by Antomio Jacanamigey. General Coordinaior
Tor thee Coarhnaticgg Body of Indigerais Orgamzalioss of
the Amezon Basin (COICA) [Exbibit Mo, 19].

Gales, Hroowen, Bandsteriopsis, Dhiplopéerys (Malpighi-
aceas] 1, 112=14, 117 {Flora Neotropica Monograph Mo, M,
1962). [Exhibit No. 30).

Primgry Frorimer—Hooend 1 Locker
(5N ABSTRACT

A new and distinet Bawinteriopsis cag plant named “[ha
Yme” whieh 15 nariscukardy characterzred by the cose cokor of
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TRIPs Article 33 - TERM OF
PROTECTION

¢ Article 33 provides that the term of protection
for a patent shall not end before the
expiration of a period of twenty years counted
from the filing date.

¢ Leaves open the possibility of patent term
extensions in instances when circumstances
warrant patent extension.

33



U.S.
Patent
Term
Extension
o Certificate

PATENT N{L 5 4,379, TRS

ISSUED : April 12, 1983
INVENTOR(S) . Rudi Weyer et al.
PATENT OOWNER - Hoechst Atiengesellschaft

This is to certify that there has been presented to the

COMMISSIONER OF PATENTS AMND TEADEMARKS
an application under 35 U.S5.C. § 156 for an extension of the patent term.  Sinee it
appears that the requirements of the law have been met, this certificate extends the term of
the patent for the period of

1,571 days

from Deecember 17, 2000, the onginal expiration date of the patent, with all rights
pertaining thereio as provided by 35 ULS.C, § 156(b).

T have caused the seal of the Patent and Trademark
OMfice to be affined this Sth day of Seplember 1997,

Hrun:-e A T-ﬁh'“ﬂ“ Image of Certificate Exte
Assistant Secretary of C

Commissioner of Fatents and Trademarks
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TRIPs Article 34 - PROCESS
PATENTS:

BURDEN OF PROOF

¢ Article 34 specifies situations in which
the burden of proof lies with the
alleged infringer. In such cases, the
alleged infringer must prove that the
process to obtain an identical product
Is different from the patented process.
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TRIPs Article 34 - PROCESS
PATENTS:
BURDEN OF PROOF

¢ Presumption of infringement in at least one
of the two specified circumstances Is
required:
(a) product obtained by patented process is new or

(b) substantial likelihood that the identical product
was made with patented process.

36
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Thank Youl

VUL LIUND[!!

Contact:

Tel:

E-mail:

Minna Moezie

IPR Attaché

U.S. Commercial Service
U.S. Embassy- Cairo

+202 2797 2607

Minna.Moezie@mail.doc.gov
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