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This interference is before a nerits panel for a
determ nati on of whether summary judgnent should be entered
agai nst Basnmadjian and MIIls (Basnmadjian), the junior party
applicant in this junior party applicant versus senior party
patent interference. W conclude that entry of sumrmary judgnent
IS appropriate.
l.

Summary judgment practice In patent interference
proceedings before the Patent and Trademark Office

There have been "summary judgnent" proceedings in patent
interference proceedings in the Patent and Trademark O fice
(PTO since January 1, 1965. 29 Fed. Reg. 15866 (Nov. 26, 1964)
(amending 37 CFR § 1.204(b) and adding 37 CFR 88 1.204(c) and
1.228)). We take this opportunity to (1) discuss generally
summary judgnent practice in patent interferences, (2) address
concerns whi ch have been nentioned in opinions entered in our
appellate reviewing court, the U S. Court of Appeals for the
Federal Circuit (Federal CGrcuit), and (3) clarify the
appropriate substantive evidentiary standard applicable in
resol ving summary judgnent proceedings in patent interference

cases.



A

Why does patent interference practice include
a summary judgment procedure?

The rationale in support of sunmary judgnment proceedings in

patent interferences is articulated in Kistler v. Wber, 412 F. 2d

280, 285,

omtted):

By "these
[37 CFR 8§
in effect,

Rul e 228,

162 USPQ 214, 218-19 (CCPA 1969) (CCPA's footnotes

The expense involved in a protracted interference,
and t he special hardshi ps workabl e on a patentee

i nvol ved therein, are notorious, and to mnimze
bot h, where possible, would appear to be the

| audabl e purpose of these rules. [If a junior

party [applicant] is in fact "a first inventor"”

and if he could prove that in a "full hearing on
priority," we see no reason why he shoul d be
prejudi ced or unduly burdened by a requirenent

that he prove (prior to a "full hearing") by way

of affidavits and docunentary evidence that he is

at least prima facie entitled to an award of
priority over the patentee's effective filing

dat e.

rules,” the CCPA is referring to former Rules 204(c)
1.204(c)] and 228 [37 CFR § 1.228]. Rule 204(c), then
is reproduced in footnote 1 of the CCPA' s opi nion.

then in effect, is reproduced in footnote 4 of the
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CCPA' s opinion. The corresponding rules today are Rul e 608(Db)
[37 CFR §8 1.608(b)] and Rule 617 [37 CFR § 1.617)].
B

What i1s required to avoid summary judgment
in a patent interference proceeding?

An interference may be decl ared between a pending
application and an unexpired patent. 35 U S. C. 8§ 135(a); 37 CFR
8 1.606. Wen the effective filing date of the application is
nore than three (3) nonths after the effective filing date of a
patent, before an interference will be declared, the applicant is
required to file:

(1) evidence which denonstrates that the applicant is

prima facie entitled to a judgnent vis-a-vis the

pat entee, and
(2) an explanation stating with particularity the
basi s upon which the applicant would be entitled
to the judgnent.
37 CFR 8 1.608(b). The evidence and expl anation are often
referred to as a "Rule 608(b) show ng."

The evidence may consi st of patents, printed publications,
ot her docunents and one or nore affidavits. |d. The term
"affidavit" includes a declaration. 37 CFR § 1.601(b). "Any
printed publication or other docunment which is not self-
aut henticating shall be authenticated and di scussed with

particularity in an affidavit.”" 37 CFR § 1.608(Db).



In the event a witness is not available, an affidavit may be
based on "information and belief." The affidavit should state
what it is believed the witness would say if the witness had been

available. 37 CFR §8 1.608(b); Golota v. Strom 489 F.2d 1287,

1293, 180 USPQ 396, 400-401 (CCPA 1974); Surabian v. Brecher

16 USPQ2d 1312, 1314 (Bd. Pat. App. & Int. 1990). GCenerally a
witness is not available if the witness' "testinony" nust be
conpel l ed under 35 U.S.C. 8§ 24, 37 CFR § 1.671(g) and 37 CFR
8§ 1.672(a).

When t he basis upon which an applicant attenpts to establish

a prima facie case for judgnent vis-a-vis the patentee is

priority of invention, the evidence shall include affidavits by
the applicant, if possible, and one or nore corroborating

W t nesses, supported by docunentary evidence, if available, each
setting out a factual description of acts and circunstances
performed or observed by the affiant. 1d. Alternatively, the
evidence may relate to patentability and need not be restricted
to priority. Notice of Final Rule, Patent Interference

Proceedi ngs, 49 Fed. Reg. 84816, 48421 col. 3 (Dec. 12, 1984),

reprinted in 1050 Of. Gaz. Pat. Ofice 385, 390 col. 3 (Jan. 29,

1985). For exanple, an applicant can establish that it is
entitled to a judgnent vis-a-vis a patentee based on a prina
facie showing of the unpatentability of the invention to the

pat ent ee under the first paragraph of 35 U.S.C. § 112, e.qg., that

the patentee's specification is not enabling. Conpare Gould v.
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Hel lwarth, 472 F.2d 1383, 176 USPQ 515 (CCPA 1973), where the
senior party's specification was held to be non-enabling. In
summary judgnment proceedings in patent interference cases, the
applicant's specification is presuned to be enabling. If it were
otherwi se, the primary exam ner would not have forwarded the
application and patent to the board for declaration of an
interference. Rather, the applicant's clainms would have been
rejected ex parte for failure to comply with the how to make or
use requirenment of the first paragraph of 35 U S.C. § 112.

C.

Why do the rules require that non-self-authenticating
documents be described with particularity?

"Any printed publication or other docunent which is not
sel f-authenticating shall be authenticated and di scussed with
particularity in an affidavit.” 37 CFR 8§ 1.608(b). An exanple
of a document which is not self-authenticating is a | aboratory
not ebook customarily nmai ntained by research personnel,
particul arly not ebooks maintained in chem cal and
bi ot echnol ogi cal research organi zations in the United States.
Prior to the rule changes in 1984, there was judicial and
adm ni strative precedent which should have di scouraged the
subm ssi on of unexpl ai ned non-sel f-aut henticati ng docunents.

Chandler v. Mock, 150 F.2d 563, 66 USPQ 209 (CCPA 1945) (records

standi ng al one were held to be neaningless); Smth v. Bousquet,

111 F. 2d 157, 45 USPQ 347 (CCPA 1940) (unexplained tests in
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stipulated testinony are entitled to little weight); Popoff v.
O chin, 144 USPQ 762 (Bd. Pat. Int. 1963) (unexplained

experinmental data should not be considered). See also In re

Bor kowski, 505 F.2d 713, 718, 184 USPQ 29, 33 (CCPA 1974) and

Triplett v. Steinmayer, 129 F.2d 869, 871, 54 USPQ 409, 411-12

(CCPA 1942). Nevertheless, counsel regularly continued to submt
non-sel f-aut henti cati ng docunents, particularly |aboratory
not ebooks, w thout particul arized testinony by a w tness having
first-hand know edge of the content of a docunent or the events
supposedly set out in the docunent. Over an objection that the
rules "should not be used to train attorneys ***"  Notice of
Final Rule, supra at 48447 col. 3, 1050 Of. Gaz. Pat. Ofice at
416, the rules were anended in 1984 to require the particul arized
expl anation of material in non-self-authenticating docunents.
37 CFR 8 1.608(b) and 37 CFR 8§ 1.671(f). As the Notice of Final
Rul e states:

By providing in the rules that docunentary

evi dence nust be expl ai ned, the PTO hopes to save

both parties and the Board considerable difficulty

in presenting and eval uati ng evi dence.

D

What 1s the limited role of a primary examiner 1in
connection with a showing under 37 CFR 8 1.608(b)?

When a patent has an effective filing date nore than three

nmont hs before the effective filing date of the application, the



primary exam ner determ nes, ex parte, whether evidence and an
expl anation have been filed. 37 CFR §8 1.608(b), |ast sentence.
The evidence and expl anation are considered by the primry

exam ner "only to the extent of determ ning whether a basis upon
whi ch the application would be entitled to a judgnent relative to
the patentee is alleged ***" (enphasis added). 1d. The primary

exam ner is concerned only with procedural conpliance with the

requirenents of 37 CFR 8 1. 608(b). Thus, the primary exam ner
does not consider the sufficiency onits nerits of the
applicant's evidence and expl anati on.

If the primary exam ner determnes that (1) evidence has
not been filed or (2) an explanation has not been submtted or
(3) any evidence and expl anati on, which have been filed, do not
all ege a basis upon which the applicant would be entitled to a
judgnent relative to the patentee, the prinmary exam ner w ||
enter an ex parte prior art rejection based on the patent. An
interference is not initiated, because the patent is considered
to render the applicant's clains unpatentable under 35 U S. C
§ 102(a), 35 U.S.C. 8§ 102(e) or 35 U.S.C. 8§ 103 until such tine
as the applicant procedurally conplies with 37 CFR §8 1.608(b).

The primary exam ner's final rejection based on a finding
that (a) evidence has not been filed or (b) an explanation has
not been filed or (c) any evidence and explanation fail to allege
a basis upon which the applicant would be entitled to prevail
vis-a-vis the patentee may be appealed to the Board of Patent
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Appeal s and Interferences (board). 35 U S. C. 8§ 134. Assum ng
that the applicant is claimng the sane patentable invention as
the patent, the issue on appeal to the board would not involve
the nmerits of the sufficiency of any evidence and/or expl anati on.
Rat her, the appeal would involve a question of whether there has

been procedural conpliance with 37 CFR 8§ 1.608(b). An applicant

di ssatisfied wth a decision of the board may appeal to the
Federal Circuit, 35 U S.C § 141, or seek judicial reviewin the
US Dstrict Court for the District of Colunbia, 35 U S.C

8§ 145. Ex parte appeals to the board or the Federal G rcuit
based on a failure to file evidence, an explanation or allege a
basi s upon which an applicant is entitled to prevail vis-a-vis
the patentee are, and should be, rare. The only known appeal
involving an alleged failure to procedurally conply with the
expl anation requirenment of 37 CFR 8 1.608(b) in the Federal

Circuit is In re Baysdon, Appeal No. 93-1168. |In Baysdon, the

board had held that an explanation, as required by 37 CFR

8 1.608(b), had not been filed by the applicant. The appeal to
the Federal Crcuit was ultimately settled after briefing and
oral argunent when Baysdon agreed to file a suppl enental

expl anat i on.



E

What is the role of the board and an
administrative patent judge assigned to the interference?

When the primary exam ner determ nes that an applicant has
subm tted evidence and an expl anation and has all eged a basis
upon which the applicant would be entitled to prevail vis-a-vis
the patentee, the primary exam ner forwards the application, the
patent and other relevant information to the board. 37 CFR
8§ 1.6009.

At the board, the matter is assigned to an admnistrative
patent judge (APJ). 37 CFR 8§ 1.610(a). An APJ is an individual
appoi nted as a nenber of the board pursuant to 35 U S.C. 8 7. An
interference is then declared by the APJ. 1d. The APJ assigned

to the interference reviews the Rule 608(b) showing on its nerits

(1.e., substantively) to determ ne whether the applicant has

established that it is prima facie entitled to a judgnent

relative to the patentee. 37 CFR § 1.617(a).
If the APJ determ nes that the applicant has nade out a

prima facie case, the interference proceeds in the norma

fashion. There is no admnistrative review of a decision of an
APJ accepting as sufficient on its nerits a show ng under 37 CFR
8§ 1.608(b).

On the other hand, if the APJ determ nes that the applicant

has not made out a prima facie case, then concurrently with the

declaration of the interference, an order is entered requiring
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the applicant to show cause why "sunmmary judgnment” shoul d not

be entered against the applicant. 37 CFR § 1.617(a). The APJ is
required to articulate the reason or reasons why an order to show
cause is believed to be appropriate. |d.

Al though a single APJ normally declares an interference and
reviews any Rule 608(b) show ng, an order declaring an
interference and/or an order to show cause nmay be entered by a
t hree-judge panel. 37 CFR 8 1.610(b), |ast sentence.

The applicant nay file a "response” to the order to show
cause, explaining why the APJ is believed to have erred in

determning that a prinma facie case has not been nmade out by the

applicant. 37 CFR §8 1.617(b). "Additional evidence" may be
submtted with the response. 1d. However,

[a] ddi tional evidence shall not be presented by

the applicant or considered by the Board unl ess

t he applicant shows good cause why any additi onal

evidence was not initially presented with the

evidence filed under § 1.608(b).
Id. The "good cause" standard was first promulgated in the 1984
amendnents to the interference rules. Notice of Final Rule,
supra. In addition to the Notice of Final Rule, a discussion of

the "good cause" standard can be found in Hahn v. Wng, 892 F.2d

1028, 13 USPQ?2d 1313 (Fed. Cir. 1989). Before 1984, suppl enental
evi dence woul d be accepted upon a "showing in excuse of *** [the]
om ssion [of the supplenental evidence] fromthe origina
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showing.”" 37 CFR § 1.288 (1984). The |anguage of Rule 288

set "no standard for show ng in excuse." Nakayama v. Banner,

588 F.2d 1336, 1342-43, 200 USPQ 266, 270 (CCPA 1978). Under the
"good cause" standard of 37 CFR § 1.617(b), ignorance by a party
or counsel of the provisions of the rules or the substantive
requi renents of the | aw woul d not constitute good cause. Notice
of Final Rule, supra at 48423, 1050 Of. Gaz. Pat. Ofice at 392.
On the other hand, "good cause” m ght be shown if evidence first

conmes into existence after a Rule 608(b) showing is filed.

Huston v. lLadner, 973 F.2d 1564, 1566, 23 USPQ2d 1910, 1912-13

(Fed. Cir. 1992) ("if the evidence was not avail able when the
original showing was filed, this would have been a valid excuse
for not filing the evidence"). Another basis upon which "good
cause" m ght be established would be where a diligent effort to
find evidence was unsuccessful prior to filing the Rule 608(b)
show ng, but continued diligence ultimately succeeded in |ocating
the evidence after the showing was filed. Wether an applicant
has shown "good cause"” is a matter within the discretion of the

board. Hahn v. Wng, supra at 1034, 13 USPQ at 1318.

A patentee may file a "statenment” responding to any response
filed by the applicant. 37 CFR 8§ 1.617(d). The term "statenent"
as opposed to "opposition” is used in the rules, because the
patentee is not permtted to file any evidence in support of the
statenent. GCenerally in patent interference practice, where
appropriate, evidence nay acconpany an opposition. See 37 CFR
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8§ 1.639(a). The patentee's statenment, therefore, is limted to
di scussing why all the evidence presented by the applicant does
not overcone the reasons given by the APJ for issuing the order
to show cause. 1d. "[SJunmary judgnment will not be based on a
rational e raised by a patentee in a statenent which does not
correspond to the rationale used by the *** [APJ] in the order to
show cause.” Notice of Final Rule, supra at 48438, col. 3, 1050

Of. Gaz. Pat. Ofice at 407, col. 3. See also Hahn v. Wnqg, 13

USPQed 1211, 1216 (Bd. Pat. App. & Int. 1989), aff'd, 892 F.2d

1028, 13 USPQ 1313 (Fed. G r. 1989); Surabian v. Brecher, 16

USPQRd 1312, 1313 (Bd. Pat. App. & Int. 1990).

The applicant nmay file a reply to patentee's statenent.
37 CFR § 1.617(e).

After any response, statenent and reply are filed, a
determnation is nmade as to whet her summary judgnment shoul d be
entered agai nst the applicant based on the evidence submtted
under 37 CFR 8§ 1.608(b) and any additional evidence properly
submtted under 37 CFR 8 1.617(b). Only a nerits panel can
determ ne that summary judgnent should be entered. 37 CFR
8 1.610(a). If summary judgnent is deenmed appropriate by a
merits panel, a final decision is entered against the applicant.
37 CFR 8 1.617(g). On the other hand, if the APJ or the nerits
panel determ nes that summary judgnent is not appropriate, an
order is entered allowing the interference to proceed in the

nor mal nmanner.



We are aware of |anguage in a dissent in Schendel v. Curtis,

supra, as follows:
The Board was constituted in a curious

manner; first an admnistrative patent judge, in

his role as exam ner, nade the decision [to issue

the order to show cause]; then it was revi ewed by

a three-nenber Board presided over by the sane

adm ni strative patent judge, who wote an opi nion

sustaining his action, quoting hinself with

approval .
83 F.3d at 1406 n.1, 38 USPRd at 1749 n.1

Under the rules, we do not believe that there is any

reason to view as curious the manner in which a nerits panel
is constituted to consider whether sunmary judgnment shoul d be
entered. As noted earlier, all interferences normally are
assigned to a single APJ. 37 CFR 8 1.610(a). The APJ, not in
any role as a "patent examner," but in a role as APJ, issues the
order to show cause. Unless the APJ is satisfied with an
applicant's response, the original Rule 608(b) show ng, the
response and any properly filed suppl enmental evidence is
considered by a nerits panel. 37 CFR § 1.617(g). <. Fed. R
App. P. 27(c), authorizing a single judge to enter an order
relating to non-dispositive matters, and Fed. Cr. R 27(k)
providing for requesting review by the court of an order entered

by a single judge.



Normal Iy, the APJ who issued the order to show cause is al so
designated to serve on a nerits panel. If a nerits panel entered
the order to show cause in the first instance, that sane nerits
panel woul d determ ne whet her summary judgnent is appropriate.

In this [imted sense, it is our understanding that practice
before the board is simlar to that before the Federal Crcuit.
We understand that each nonth, the Federal Circuit designates a
notions judge and a notions panel, the latter including the
notions judge. Any review under Fed. CGr. R 27(k) of a decision
of the notions judge may be by a notions panel which includes the
noti ons j udge.

Any order entered by a nerits panel may adopt or reject, in
whol e, or in part, findings and conclusions of |aw of the APJ as
set out in the order to show cause and may set aside a decision
of a single APJ to issue the order to show cause. Any deci sion
to deny consideration on the nerits to supplenental evidence
submtted under 37 CFR 8 1.617(b) is made only by a nerits panel

F
Is there a difference between summary judgment
proceedings under Rule 56 of the Federal Rules of
Civil Procedure and patent interference practice?

The answer is "yes." The use of the phrase "sunmmary
judgnent” in 37 CFR 8 1.617, and its predecessor 37 CFR § 1.228,
probably was an unfortunate choice of words. Summary judgnment in

a patent interference proceeding and summary judgnent in a civil



action before a U S. District Court differ in several material
respects. However, both forns of summary judgnent seek to make
judicial and adm ni strative proceedi ngs efficient by avoiding
unnecessary court trials and adm nistrative evidentiary
pr oceedi ngs.
1

In a civil action, generally one party noves for sunmary

j udgnent agai nst an opponent. Under patent interference

practice, the applicant has to nake out a prim facie case as a

threshold matter. |In other words, the applicant has to establish
aright to participate in an interference proceedi ng sonewhat in
the same sense that a plaintiff in a civil action bears the
burden of establishing Article I'll and "zone of interest”

standing to maintain the civil action. See, e.qg., Bennett v.

Spear, ___ U.S __ , 117 S.Ct. 1154, 1161 (1997) ("a
plaintiff nust, generally speaking, denonstrate that he has
suffered "injury in fact,' that the injury is 'fairly traceable’
to the actions of the defendant, and that the injury wll Iikely
be redressed by a favorable decision" (citations omtted)). For
this reason, entry of a sunmary judgnment agai nst an applicant is
not a "default” judgnment. Nor can it be said that entry of a
summary judgnent is not a resolution of the interference on the
merits which deprives the applicant of its "day in court."” After
all, the applicant is the only party permtted to present

evi dence under 37 CFR § 1.608(b), and that evidence is fully
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evaluated on its nerits by an APJ in the first instance and, if
necessary, by a nerits panel.
2.
In a civil action in a district court, the noving party has
the burden of establishing (1) the absence of a genui ne issue of
a material fact and (2) its entitlenent to a judgnent as a matter

of | aw based on the undisputed facts. Celotex Corp. v. Catrett,

477 U.S. 317, 323 (1986). Under patent interference practice,
t he applicant bears the burden of establishing the facts and the

exi stence of a prinma facie case to avoid entry of summary

j udgnent .
3.
In a civil action, the district court in deciding a notion
for summary judgnment views the evidence in a |ight nost favorable
to the non-novant and all reasonable inferences nust be drawn in

t he non-novant's favor. United States v. Diebold, 369 U S. 654,

655 (1962). Under patent interference practice, the applicant

must nake out a prima facie case and, therefore, the evidence

is not necessarily viewed in a light nost favorable to the
applicant. As the Federal Circuit has aptly noted, "[e]ven

a prima facie case requires sone real proof, not just vague

i nference, based on surroundi ng circunstances that tangentially

support the inventor's goal." Schendel v. Curtis, 83 F.3d 1399,

1405 n. 8 second paragraph, |ast sentence, 38 USPQRd 1743, 1748
n. 8 second paragraph, |ast sentence. Thus, where plausible
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alternative inferences are possible based on the evidence
presented by the applicant, the alternative |east favorable to
t he applicant may be drawn on the theory that the applicant
failed to prove its case.

4.

In a civil action, both parties are permtted to present
evidence in a summary judgnent proceeding. Fed. R Cv. P. 56.
Under patent interference practice, only the applicant may
present evi dence.

G

What i1s the meaning of prima facie within the
meaning of 37 CFR 8§ 1.608(b) and 37 CFR § 1.617(a)~?

To establish a prinma facie case, an applicant nust prove at

| east so nmuch of applicant's case as would entitle applicant to a
judgnment with respect to the patentee if the patentee were to

rely on only patentee's effective filing date and were not to

rebut any of the applicant's case. Hahn v. Wng, supra at 1032,

13 USPQ2d at 1317, citing Kistler v. Wber, 412 F. 2d 280, 285,

162 USPQ 214, 218 (CCPA 1969). See also Golota v. Strom

489 F.2d 1287, 1291-92, 180 USPQ 396, 399-400 (CCPA 1974).
H
What evidentiary standard should be applied
in summary judgment determinations in patent
interference proceedings?

In Schwab v. Pittman, 451 F.2d 637, 640, 172 USPQ 69, 71

(CCPA 1971), the CCPA nmade the foll ow ng observati on:
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t he | anguage of Patent O fice Rule 228 states a
test which differs fromthe test under Federal
Rule [of Civil Procedure] 56. First it nust be
determ ned whet her the show ng subm tted under
Rul e 204(c) provides "sufficient basis for
overcom ng the effective filing date of the
patentee," i.e., whether Rule 204(c) has been
conplied with and a prinma facie case of priority
has been established. Note that the burden on the
applicant here is not to prove beyond a reasonabl e
doubt, or even by a preponderance of the evidence,
but nerely to establish a prima facie case.

The CCPA' s observation in Schwab v. Pittnman was made prior to the

Suprene Court's decision in Anderson v. Liberty Lobby, Inc., 477

U S. 242, 255-56 (1986). In Anderson, the Suprene Court held

t hat whether a given factual dispute should be submtted to a
jury nust be guided by the substantive evidentiary standard that
applies to the case. O course, there is no jury in a patent
interference proceeding. However, summary judgnment practice in
patent interference proceedi ngs seeks to spare the patentee the
expense of an admnistrative "trial" unless an applicant makes

out a prima facie case.

The rational e behind the Suprene Court's decision to apply
t he substantive evidentiary standard in summary judgnent
proceedi ngs under Fed. R Cv. P. 56 applies with equal force to
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"summary judgnent” proceedi ngs under patent interference
practice. Thus, in a civil action the judge "unavoi dably asks
whet her reasonable jurors could find by a preponderance of the
evidence that the plaintiff is entitled to a verdict ***."

477 U.S. at 252. In sunmary judgnment proceedings in patent
interference cases, the APJ, and ultinmately a nerits panel of the
board, unavoi dably ask whet her applicant has shown that it is

prima facie entitled to a judgnment vis-a-vis the patentee.

The general rule is that a junior party nmust prove its case
by a preponderance of the evidence, although there are sonme cases
where the burden of proof is clear and convincing evidence. See

37 CFR 8 1.657(b) and (c), codifying holdings in Price v. Synsek,

988 F.2d 1187, 26 USPQ2d 1031 (Fed. Cir. 1993). An applicant
cannot show that it is entitled to judgnent vis-a-vis the
patentee unless, as a mninmum a case for that judgnent is
establ i shed by a preponderance of the evidence standard, the

| onest standard of proof generally recognized in civil matters.
Application of sone |esser, undefined standard woul d make summary
j udgnment proceedi ngs | ess objective and, to sone extent, would
underm ne the purpose of the summary judgnment proceedi ngs.

We believe the appropriate evidentiary standard to be
applied in determ ning whether an applicant has net its prim
facie burden is preponderance of the evidence, or where the
applicant's effective filing date is after the issue date of the
patent, clear and convi nci ng evi dence.
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Application of the above-noted evidentiary standard does no

violence to the phrase "prima facie" as it appears in the rules.

Rat her, the phrase "prima facie" in 37 CFR 8§ 1.608(b) and 37 CFR

8 1.617 is a recognition, when read with other provisions of the
rules, that only the applicant is to present evidence to make out
its case. Application of the preponderance of the evidence
standard to show ngs under 37 CFR 8 1.608(b) should not inpose an
unwar ranted burden on an applicant. To prove a fact by a
preponderance of the evidence sinply neans that when all relevant
evidence is considered, a fact alleged by an applicant is nore
likely true than not. In a summary judgnent proceeding in a
patent interference, generally there is no evidence "against" the
applicant inasnuch as the applicant presents all the rel evant
evidence. Accordingly, in a patent interference proceeding, a
summary judgnent determ nation boils down to whether the

applicant has prim facie established facts, by a preponderance

of the uncontested evidence, that would entitle the applicant to
a judgnent as a matter of lawif the patentee relies on its
filing date and presents no evidence in rebuttal. Application of
any other evidentiary standard at the sunmary judgnent stage
woul d nean that an applicant mght not prevail at final hearing
even if (1) the applicant relies on the sanme evidence presented
with the Rule 608(b) showing and (2) the patentee relies onits

filing date and presents no evidence in rebuttal.



l.
Are facts alleged 1In an affidavit accepted as true?

The answer is generally "yes.” In an opinion in Schendel v.

Curtis, supra, a suggestion was nmade that allegations in an

applicant's Rule 608(b) affidavits should be assuned to be true.
83 F. 3d at 1406, 38 USPQ2d at 1749 (Newman, J., dissenting).

Judge Newman's suggestion is believed to be consistent with

statenments in the CCPA's opinion in Kahl v. Scoville, 609 F. 2d
991, 995, 203 USPQ 652, 656 (CCPA 1979). The Schendel nmmjority
di d not address the question of whether facts alleged in an
affidavit should be accepted as true: "[b]ecause Schendel did
not argue for such a rule, either before the board on appeal [to
the Federal GCrcuit], we [therefore] decline to decide whether
such a rule is appropriate.” 83 F.3d at 1405 n.8 | ast sentence,
38 USP2d at 1748 n. 8 | ast sentence.

The day-to-day practice at the board in evaluating Rule

608(b) affidavits has been that, absent a good reason, facts

alleged in an affidavit are accepted as true.

What woul d be a "good reason" for not accepting an
all egation of fact as true?

Suppose the circunstances are that an applicant alleges in a
first affidavit that the applicant personally mxed Awith B for
the first time on May 4, 1997, while a corroborating w tness

alleges in a second affidavit that the applicant was observed



m xing A and B on May 1, 1997. Under these circunstances, a
determ nati on would be nade as to whether the difference between
the applicant's allegation and the corroborating w tness
allegation is material, and, if so, whose allegation nost |ikely
represents the correct statenent of events. Another exanple
m ght be where an applicant nmakes an allegation in a Rule 608(b)
affidavit which is inconsistent with statenents in the
applicant's specification. The APJ and/or the nerits panel would
then weigh the applicant's allegation against the statenent in
the specification to determ ne whether the applicant's allegation
is true. Experience at the board is that there have been, and
shoul d be, few occasions when a fact alleged in an affidavit is
not accepted as true.

It is inmportant, however, to distinguish between an
allegation of a "fact”" in a Rule 608(b) affidavit, such as an
all egation as to when a particul ar event took place, and an
allegation in the nature of a conclusion of law. For exanple, in
a case where an applicant is attenpting to establish a prim
facie case of diligence, affidavit statenments by the applicant
and a corroborating witness that particularized events took pl ace
on specific days would be accepted as true. An allegation by the
applicant and/or the corroborating wtness that the applicant
"diligently" sought to actually or constructively reduce to
practice an invention during the nonth of April, wthout other
fact details, would not be accepted as a statenent of fact since
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the allegation is an expression of opinion on an issue of |aw

Golota v. Strom 489 F.2d 1287, 1292 n.5, 180 USPQ 396, 400 n.5

( CCPA 1974) .
.
Findings of fact
The record in this interference supports, by a preponderance
of the evidence, the follow ng findings.

The parties

1. This interference involves a junior party
applicant and a senior party patentee.
2. The junior party applicant is Garo Basnadji an
and Stanley L. MIIls (Basmadjian). Basmadjian is involved in the
interference on the basis of two patent applications (Paper
No. 1, pages 13-14):
a. "Parent" patent application 07/976,584, filed
Novenber 13, 1992, entitled "Vaccines for
i muni zati on agai nst drugs of abuse," and
b. "Continuing" patent application 08/451, 698,
filed May 26, 1995, also entitled "Vaccines
for imuni zation agai nst drugs of abuse."
3. Basnadjian's "continui ng" application has been
accorded the benefit of his "parent” application for the purpose

of priority (Paper No. 1, page 14).



4. The real party in interest insofar as Basmadjian
is concerned is The Board of Regents of the University of
Ckl ahoma (Paper No. 5)

5. The senior party patentee is Donald W Landry and
Kang Zhao (Landry). Landry is involved in the interference on
the basis of U S. Patent N° 5,463,028, granted October 31, 1995,
based on application 07/862,801, filed April 3, 1992 (Paper
No. 1, page 15). The title of the patent is "Reagents for
generating a polyclonal hydrolytic antibody response agai nst
cocai ne and the nonocl onal hydrol ytic anti bodi es agai nst cocai ne
derived through these reagents.” |d.

6. The real party in interest insofar as Landry is
concerned is The Trustees of Colunbia University in the Cty of
New York (Paper No. 9).

Basnadji an's i nvention

7. A full understanding of the invention is not
necessary for resolution of the issues before us. Briefly,
however, applicants state (Basnadjian parent specification,
pages 5-6):

Addi ction to cocai ne has been unresponsive to nost
nonphar macol ogi cal treatnent approaches. Recently
there has been a flurry of clinical trials of
phar macot her apeuti ¢ agents agai nst cocai ne addi ction

***  dinical studies have evaluated the efficacy of a



nunmber of drugs, such as buprenorphi ne, carbanazepi ne,
desi pram ne, nazi ndol, flupenthixol, nifedipine, and
amant adi ne for the treatnent of cocaine addiction.
ok kK
Clearly, the problem of abuse of cocai ne and ot her
psychotropi ¢ drugs such as heroin and its derivatives has
reached a critical level. A technique effective in
conbatting such abuse woul d be of enornous benefit.
ok kK
The present invention is a vaccine [and a conpound to
be used in the vaccine] conprising an i nmunogeni c peptide or
protein conjugated to a non-inmunogeni ¢ nol ecul e such as an
anal og of a psychotropic drug which can be used in mamml s,
i ncl udi ng humans, to stinulate catalytic anti body production
for metabolizing drugs, such as cocaine and heroin, which
have psychotropic effects.
8. Claim 103 of the Basnmadjian parent application
r eads:

Claim 103. A conpound having the formul a:



or any pharmaceutically acceptable salt or ester thereof, in
whi ch:
R, is a hydrogen atom or a nethyl group;
R, is a carboxyl group, or a carboxynethyl group; and
R, is a hydrogen atom an am no group or a nodified
am ne group
9. Claim6 of the Basmadjian continuing application
r eads:
Claim6: A vaccine, conprising:
an anal og-carrier conjugate fornmed by the conjugation
of a non-i nmmunogeni ¢ anal og of cocaine to an
I mmunogeni c carrier nolecule, the anal og-carrier
conj ugate, when adm nistered to a mammal in a
phar maceutically effective dosage, causing
production in the manmal of catal ytic anti bodies
whi ch are effective in causing the catalysis of
cocai ne, and wherein the non-immunogenic analog is
a conmpound havi ng the fornul a:
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or any pharmaceutically acceptable salt or ester
t hereof, in which:
R, is a hydrogen atom or a nethyl group;
R, is a carboxyl group, or a carboxynethyl group;
and
R, is a hydrogen atomor a group which can be
activated to link the cocaine analog to the

I nmunogeni ¢ carrier.

10. daim23 of the Basmadjian continuing application

reads:

Claim23. A method for causing in a mammal the in vivo
production of catalytic antibodies which are effective in
causing the catalysis of cocaine, conprising:

adm ni stering a pharmaceutically effective dosage of a

vaccine to the manmal , the vaccine further
conprising an anal og-carrier conjugate formed by

t he conjugation of a non-immnogeni c anal og of



cocai ne to an imunogenic carrier nolecule, the

non- i mmunogeni ¢ anal og havi ng the formul a:

R1
'

N

or any pharmaceutically acceptable salt or ester
t hereof, in which:
R, is a hydrogen atom or a nethyl group;
R, is a carboxyl group, or a carboxynethyl group;
and
R, is a hydrogen atom or a group which can be
activated to link the cocaine analog to the

I nmunogeni c carrier.

The count and clains corresponding to the count

11. There is one count in the interference, Count 1,
whi ch reads:
Count 1
A conpound according to claim 103 of the Basnadji an
'584 application [i.e., the Basmadjian parent application],

or



appl

appl

appl

a vaccine according to claim6 of the Basmadjian ' 698

cation [i.e., the Basmadjian continuing application],
or

a method according to claim23 of the Basmadjian ' 698

cation,?
or

a met hod according to claim38 of the Basmadjian ' 698

cation,
or

a conmpound according to claim1 of the Landry patent,
or

a conmpound according to claim6 of the Landry patent,
or

a conmpound according to claim7 of the Landry patent,
or

a conmpound according to claim8 of the Landry patent.

12. The clains of the parties which correspond to

count 1 are:

Basnadj i an parent: 103-112 and 114-115
Basnadj i an conti nui ng: 6- 38
Landry: 1-9

13. The clains of the parties which do not correspond

to count 1 are:

1

It is noted that clains 24-35 of Basnmmdjian '698 appear to be inproper
dependent clains since claim23 is not directed to a "non-inmunogeni ¢ anal og"
(rather claim23 is directed to a process).
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Basnadj i an parent: None
Basmadj i an conti nui ng: None
Landry: 10-11

Basnadjian's Rule 608(b) show ng and expl anati on

14. Basmadjian filed Rule 608(b) showings in both his
"parent" (Paper No. 27, filed August 19, 1996) and "conti nui ng"
(Paper No. 6, filed August 19, 1996) applications. Apart from
references to specific clains, in nost other material respects,
the Basnmadjian Rul e 608(b) showi ngs are essentially the sane.

15. According to Basnmadjian, his invention was
conceived prior to the filing date (April 3, 1992) of the
application which matured into the Landry patent. Basmadjian
further alleged diligence froma date prior to Landry's filing
date to a subsequent "reduction to practice."

16. The relevant tine period in which Basnmadjian
was required to show reasonabl e continuous diligence is from

(1) prior to April 3, 1992, through
(2) Novenber 13, 1992, when his "parent"”
application was fil ed.

17. As part of his Rule 608(b) show ng, Basnadji an
al l eged that there was an ongoing di spute regarding inventorship
wi th personnel of the Gkl ahoma Medi cal Research Foundati on
(OVRF). Basmadjian further alleged the dispute precluded
obtaining and filing of affidavits by Dr. Mirris Reichlin and
Dr. Eugene Koran. According to Basmadjian, both Mrris and Koran
could corroborate certain work perfornmed on behal f of Basmadji an.
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18. Basmadjian filed four declarations:
a. hi s own;
b. a declaration of Dr. O Ray Kling;

C. a declaration of Charles A Codding, Esq.;

and
d. a declaration of Dr. Mangesh Kanvi nde.
19. In his own declaration, Basnmadjian states that he

prepared an invention disclosure (Exhibit 1) and submtted the
invention disclosure to the Ofice of the Vice Provost for
Research for the University of Okl ahoma Health Sciences Center
Basnadj i an decl aration, § 3.
20. The Basnmdjian decl aration di scusses many events
whi ch took place prior to Landry's filing date (April 3, 1992).
Basnadj i an decl aration, T 4-13.
21. Exhibit 13 of the Basnmadjian declaration is a copy
of a page of a | aboratory notebook.
22. Basmadjian discusses Exhibit 13 as foll ows:
Exhibit 13 shows a log of the testing of two rabbits
i mmuni zed with BSA-TSA-1 which occurred from March 26
1992 t hrough Cctober 5, 1992.
Basnadj i an decl aration, § 14.
23. BSA neans bovine serum al bumin. Basnadjian

declaration, q 10.



24. BSA (bovine serum al bum n) which has been
conjugated to a transition state analog of cocaine is referred to
by Basmadjian as TSA-1. Basnadjian declaration, | 4.

25. Basnmadjian's BSA-TSA-1 conjugate uses a conpound
within the scope of claim 103 of the "parent" application.

26. TSA was also referred to as TCA, neaning
transition cocaine anal og. Basnadjian declaration, { 9.

27. TCA-2 is another way in which Basmadjian refers to
BSA- TSA-1. Basnmdjian declaration, § 10.

28. Exhibit 14 is said to show "i nmuni zati ons of
rabbits with conjugated TSA's in April 1992." Basmadjian
decl aration, { 15.

29. Exhibit 15 is said to show "experinents conducted
on May 14 and 15, 1992 ained at anal yzing the catalytic activity
of several fractions of sera." Basnadjian declaration, § 16.

30. There is no particularized di scussion or
explanation in the Basnmadjian declaration of the significance of
the various entries in Exhibit 13.

31. In addition to the absence of particul arized
di scussi on or explanation concerning the entries in Exhibit 13,
the Basmadjian Rul e 608(b) showi ng does not identify who
performed the experinents recorded in, or who made the entries

found on, Exhibit 13.



32. Exhibit 13 nentions the follow ng events,
apparently involving two rabbits: Rabbit # 403 NZW and
Rabbit # 404 NZW

a. Mar. 26, 1992 Pre-bleed

b. Mar. 26, 1992 | mmunization of TCA-2 BSA
C. Apr. 01, 1992 |Immunization of TCA-2 BSA
d. Apr. 10, 1992 Rabbits bled

e. Apr. 29, 1992 Injection via ear

f. May 06, 1992 Bleed ~ 30 cc

g. May 07, 1992 Bleed ~ 30 cc

h. June 16, 1992 Injection via ear

i June 25, 1992 Bleed ~ 45 cc

] - June 26, 1992 Bleed ~ 50 cc

k. June 29, 1992 Bleed ~ 30 cc

l. Sep. 28, 1992 Boost via ear

m Cct. 05, 1992 Exsanguinate: sacrifice

33. Basmadjian does not explain in his declaration
what events, if any, took place between June 29, 1992 and
Septenber 28, 1992, a period of 91 days, or about 3 nonths.

34. Basmadjian does not explain in his declaration
what events, if any, took place between Cctober 5, 1992, and
Novenmber 13, 1992, a period of 39 days.

35. In his declaration, Kling acknow edges receiVving
the Basmadjian invention disclosure (Exhibit 1) on or about
July 1, 1990. KlIing declaration, 4.
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36. The Kanvi nde decl arati on makes the foll ow ng
rel evant allegations:

a. Kanvi nde "was a doctoral student in the |lab
of *** Basmadjian *** from 1987 to 1992" (Kanvi nde decl arati on,
1 2).

b. Kanvi nde has "reviewed the Declaration of ***
Basnadj i an which details |ab procedures, syntheses and
experinments relating to the synthesis of transition state anal ogs
of cocai ne which were conducted within the lab of *** Basnadjian"
(Kanvi nde declaration, T 3).

C. Kanvi nde attests "that the activities
described in the Declaration of *** Basmadjian and the exhibits
attached to the Declaration are true and that they did occur.

Al so, on several occasions during this period | transferred
sanples of the transition state analogs to the Mass Spectronetry
Lab at the Chem stry Departnent of the University of Okl ahoma for
anal ysi s" (Kanvi nde declaration, § 4).

37. Kanvinde does not describe with particularity any
of the events nentioned in Basmadjian Exhibit 13.

38. The Coddi ng declaration contains the foll ow ng
al | egati ons:

a. Coddi ng is patent counsel for the University
of Okl ahoma Health Sciences Center. Codding declaration, § 1

b. "I have requested in the past that the
Okl ahoma Medi cal Research Foundation (OVRF) make Dr. Morris
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Rei chlin and Dr. Eugene Koran avail able for depositions and/or to
di scuss their work and Dr. Garo Basmadjian's work at OVRF

bet ween February 1992 and Septenber 1992. This request has been
refused.” Codding declaration, { 2.

C. "I believe that Drs. Reichlin and Koran can
corroborate the work done by Dr. Basmadjian and work done with
Dr. Basmadjian's assistance while at OVRF between February 1992
and Septenber 1992." Coddi ng declaration, § 3.

39. Neither Basmadjian nor Codding state in their
respective declarations what work was done by Basnadjian at OVRF
bet ween February and Septenber of 1992. Nor do the Basnadjian
and Coddi ng decl arations describe with particularity any work
done with Basnadjian's "assistance."

The order to show cause

40. The Basmadjian Rule 608(b) show ng was revi ewed by
an APJ. A determ nation was made that the Rule 608(b) show ng

failed to make out a prima facie case that Basnmadjian was

entitled to a judgnent vis-a-vis Landry. Hence, an order

to show cause (Paper No. 2) was issued pursuant to 37 CFR

8§ 1.617(a). The follow ng appears in a "Di scussion" section

of the order to show cause (Paper No. 2, pages 3-7):

According to Basmadjian, "the invention was

concei ved of by the Applicants prior to the filing date
of the Landry et al. patent (April 3, 1992) and .
Applicants were diligent in reducing the clainmed
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invention to practice froma date prior to the filing
of the Landry et al. patent application.” RESPONSE
page 2. A simlar statenment appears in the paragraph
bridgi ng pages 2 and 3 in the RESPONSE TO REJECTI ONS
AND SHOW NG UNDER 37 C.F. R 8§ 1.608(Db).

The "expl anation"” does not state with any particularity
what is nmeant by "reduction to practice.” Reduction to
practice can nean (1) actual reduction to practice or
(2) constructive reduction to practice. No allegation of an
"actual reduction to practice" has been found in any part of
the papers filed by Basnadjian under 37 CFR 8§ 1.608(b). On
this record, and for the purpose of evaluating the show ng
under 37 CFR 8 1.608(b), it will be assuned that Basnadjian
is entitled to a constructive reduction to practice of
Novenber 13, 1992--the date the Basmadjian '584 ["parent"]
application was filed. See paragraph 17 on page 4 of the
Basnadj i an decl arati on.

Accordingly, the issues for evaluation are two:

(a) Did Basnadjian conceive prior to April 3,
1992, the date the Landry application which matured into the
Landry patent was fil ed?

(b) Did Basnmadjian act with reasonabl e conti nuous
diligence from

(1) a date prior to April 3, 1992 until



(1i) his constructive reduction to practice
on Novenber 13, 1992?

The papers are sufficient to prima facie establish

that, prior to April 3, 1992, Basmadjian conceived the
i nvention defined by Count 1. However, the papers are not

sufficient to prima facie establish reasonabl e conti nuous

diligence as required by |aw.

The provisions of 37 CFR 8 1.608(b) require that "[a] ny
printed publication or other document which is not
sel f-authenticating shall be authenticated and di scussed
with particularity in an affidavit."” The various
decl arations submtted with the Basnmadjian show ng under
37 CFR 8 1.608(b) contain, a