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COMMENTS

ON THE USPTO’S

“FIVE-YEAR STRATEGIC PLAN, DRAFT #6” 1
The United Inventors Association, is a not-for-profit 501(c)(3) corporation based in Rochester, NY.  Established in 1990, the organization represents a wide array of individual inventors and entrepreneurs, small business enterprise and service providers, and a sizeable network of regional organizations unified with a single goal: education.  

Given the nature and intensity of its daily exposure to this very special segment of USPTO customers and information users, the UIA is uniquely qualified to evaluate USPTO proposals such as the Strategic Plan.  Likewise, the UIA is uniquely positioned to offer constructive feedback where it is sincerely believed that certain proposals are, or are not, aligned with the best interests of  the “Community” we strive to serve. The UIA trusts that the following comments and suggestions will be accepted for consideration in the same positive spirit they are offered.  With noted exceptions, the UIA comments follow the Strategic Plan format as drafted.    

Goal: Optimizing Patent Quality and Timeliness  ~ UIA Community Feedback

There can be no doubt that this USPTO goal ranks high among the UIA Community’s concerns and priorities and we embrace it in principal.  “Patent Quality,” of course, is an ephemeral term representing different things to different people.  Regardless of its particular definition, Patent Quality is of paramount importance to all patent holders.  To the UIA Community, Patent Quality speaks to reliability and predictability. To them, the vast majority of whom are (or began as) small entities, a quality patent is the bulldozer that levels the proverbial playing field.  

It is a reasonable conclusion, therefore, that “actual” Patent Quality is vastly more significant to our UIA Community than to all other US Patent System users.  

FN 1:  Federal Register Vol. 71, No. 164; Thursday, August 24, 2006
And here’s why.  The vast majority of the business assets held by inventors or entrepreneurial concerns typically resides in relatively small patent portfolios.  IP investments by those in the UIA Community may consume most of a startup corporation’s precious capital, particularly where their principal reserves carry names like VISA® or MASTERCARD®.  

Similarly, individual inventors often find that financing patent prosecution efforts is surprisingly draining, and pushes household budgets to the brink.  Without the help of speculators, patent litigation is not a viable option. 

Miles apart from the deep pocketed multinationals, the “Outcome” of the typical UIA Community member’s patent prosecution has to be solidly dependable, predictable and reliable, every time.  

We mentioned “actual” Patent Quality hereabove to distinguish from “perceived” Patent Quality, since the latter also can have considerable detrimental impact - - that is, at least for the UIA Community.  

The mere perception of low quality patent grants arguably alters the risk quotient on the part of the investment community.  With patent quality regularly bandied about by academics and armchair PTO critics demonstrating diminishing respect for America’s IP systems, investors will quickly turn to alternative opportunities.  Thus, and too often, the struggling entrepreneur lobbying for angel and venture funds must be convincing not only about their innovations, but about the reliability of their patent, as well.   

Perceived “poor” patent quality dampens the interests of the investment community.  It stifles the inspiration of the innovators themselves who increasingly suspect their reliance on patents as market barriers may be ill placed.  It has a detrimental effect on patent examiners engaged on the front lines struggling mightily against a rising tide of filings. 

Thus, it is safe to say that the UIA Community stands ready to support any reasonable effort to manage patent quality assurance.   In this context, a few pointed comments:

· The USPTO’s goals of hiring more examiners is wholeheartedly supported.  In fact, the UIA Community believes that sufficient funding is surely available from filing fees to appreciably raise the 1000 per year goal to more aggressively address the swelling workload.  If  support for on-board hires in the out-years is a serious concern, this issue also should be addressed in the Plan. 

· Enhanced training is another initiative that is supportable by the UIA Community.  This training, however, should include more than the patent examination process and procedures.  It is often evident from encounters with USPTO employees that many have little interest in, or appreciation for their place in the national economy and the relative importance of their decisions.  This is also true of employees who staff the Help Desk and other customer service areas.  Training of USPTO employees should be expanded to involve actual customers, rather than case studies.  The UIA Community would entertain a joint effort in this regard so as to enhance employee appreciation of the entrepreneur’s perspective.   

· Speaking of hiring and training, the USPTO should incorporate the wisdom of a number of studies now available on the nature of the latest generation to be drawn into the workforce.2  



It’s not your father’s Patent Office.  The USPTO should take into account 


the nature of the prospective employees Office recruiters must draw upon 


to fill patent examiner FTE slots.  Millennials will be little like preceding 


generations, and will not “take” to the environment reflected in the Five-


Year Plan.  People who have studied the 75 million member Millennial 


crowd point to some significant characteristics which must be 



accommodated by USPTO management.   For example, while Millennial 


recruits will be smart, technically proficient and confident, they will seek a 

supportive team environment and require significant mentoring.  Keeping 


them away from their assigned art units during extensive Academy 


training may not be the best introduction for these new employees, and 


any assumption that telecommuting will be an attractive option is 



unfounded.  These employees will have minimal Agency loyalty 



but will excel in learning the profession before they move on.  



Management may have to plan accordingly.

· Partnership with universities is an excellent concept, particularly to (1) increase understanding of the patent system among college students and (2) stimulate interest in the USPTO as a prospective employer.  

· The concept of retention bonuses is supported in principal, but it is believed that there are more compelling factors afoot in the present 40% attrition rate than money.  These must be identified promptly and dealt with appropriately.  Besides, the Millennial generation (see above discussion) is believed not to be as motivated by money as by other factors.

· The transition to the International Patent Classification (IPC) is not understood by the UIA Community, many of whom having grown to understand the USPCS.  It is hoped that a business case for making such a transition will be made available for review.

FN 2:  ABA LAW PRACTICE TODAY, November 2005, Generation X and The Millennials: What You Need to Know About Mentoring the New Generations  by Thielfoldt and Scheef, August 2004  
http://72.14.209.104/search?q=cache:NTXHxfgMdu0J:www.abanet.org/lpm/lpt/articles/mgt08044.html+generations+millenials&hl=en&gl=us&ct=clnk&cd=1&ie=UTF-8
· Functioning as business partners is a phrase apparently directed toward a concept where the customer/applicant would perform certain extra work to carry the burden of examination.  To the extent that this would ensure higher quality and improved timeliness, this is viewed as a reasonable concept.  To the extent that it is likely to considerably increase already exorbitant legal bills borne by the  UIA Community the concept finds almost no support whatsoever.

· The stand-alone Quality Award would appear on its face to be a good idea. On the other hand, the UIA Community has been told in past briefings that the current productivity award system presently includes quality factors supporting the award.  Undoubtedly, a stand-alone Quality Award would itself demand production qualifications.  This begs these questions: how would these two award systems offer anything new; can the Quality Award be fairly managed given the general lack of understanding of the somewhat subjective concept of quality; does this mean that those achieving than awardable quality are not performing at an acceptable level; and are there levels of quality?

· The suite of patent products is an attractive concept to many among the UIA Community, since they believe this holds forth the possibility of obtaining relatively inexpensive, yet relatively enforceable protection for a reasonable period of time.  This has been discussed on many occasions throughout UIA’s 16 year history, and always seemed to involve a variation of the petty patent concept, for example the short term grant available in Australia, recently replaced by the innovation patent.   A suite of patent service products could include “slices” of USPTO services, such as patent-search-only for $xxxx, or a PCT type search report only.  Over the years, these and deferred examinations have been considered repeatedly, but do not provide the very thing the UIA Community needs most:  reliability and predictability.  Until they see examples of the “suite” from the USPTO’s think tank, the UIA Community will withhold judgment on this concept.  Suffice it to say that the UIA Community does have interest in breaking away from the “one size fits all” mode, and (as a likely candidate for using optional products) offers to collaborate with the USPTO in crafting workable concepts.  

· The UIA Community has voiced serious concerns about Peer or Community Patent Review.  This is an area that will require considerably more explanation, and active involvement of small business and entrepreneurial concerns as compared to what is presently evident in the USPTO’s on-going evaluation.

· While Patent Quality is a concept most of the UIA Community will agree upon,  Timeliness is another matter.  This Community views timeliness of patent processing as related only to pendency periods.  For many, a near instant patent grant would be ideal since the inventor/product developer’s marketing timeline and prospective investors stand ready to move.  Conversely, just as many others are satisfied with a protracted pendency since this affords more time for perfection of production models and distribution channels.  By no means is timeliness a “one-size-fits-all” matter for this Community.  

· Where this Community is concerned, the area of managing timeliness may be ripe for the USPTO’s signaled inclination to offer tailored products and services, and at tailored fee levels.  

· It is suggested that the USPTO make a concerted effort to find out from all its stakeholders exactly what they would consider to be Patent Quality.  If needed, the UIA Community offers to do all it can in collaboration on such a project.  In this context, it would be a good idea to develop a more meaningful profile of the USPTO’s customer base, particularly those who file patent and trademark applications.  It is particularly significant, in this Community’s view, that the most vocal among the respondents to the USPTO’s call for comments relative to the Five-Year Plan are representatives of customers generally referred to as the “Frequent Filers.”  Interestingly, at least from the UIA perspective is the fact that

      there are around 127 companies  that file 100 or more US patent applications, and 
these include non-US origin filers (by last count and according to the best 
information we have seen).  The actual number of filing entities other than those 
frequent filers is believed to exceed 27,000.  These data may not be entirely 
accurate but are believed to be relatively valid as to percentages.  


Wisdom to be drawn from this is that the 99.5% of US Patent System users 
other than the frequent filers also must be called upon for advice - -


and listened to.  

· Regional offices would appear, at first blush, to be attractive to the UIA Community since there would be more opportunity to have interface with USPTO staff if the latter were located within a couple hours drive rather than bearing the expense of transportation to Washington, DC.  On closer inspection, however, and reviewing the details of similar proposals past, it is apparent that such branch offices would most likely be found in high tech zones or relatively close to frequent filers.  Besides, stepping back for a realistic assessment, it is not evident that regional offices could be cost effective or managed for efficiency.

Goal:  Optimizing Trademark Quality and Timeliness  ~ UIA Community Feedback

The UIA Community is pleased with many of the advances made by the Trademark operation of the USPTO in creating a system that is relatively user friendly.  Also, the effective adaptation of information technology to the registration and examination process has been viewed as highly successful.  

Just as this Community is concerned for Patent Quality, they are equally concerned about Trademark Quality as it impacts their own business concerns.  

And unlike the split attitudes among patent applicants relative to the matter of timeliness, this Community wants prompt determinations on mark clearance and registerability.  Their commitment to logo-printed labels, marketing materials and package dress is often a high-cost, up-front proposition.  

So, in general, initiatives that deliver reduced pendency to first action and overall pendency are welcome and readily supportable by this Community.  Improvements in trademark application examination quality through the provision of new and better search tools as well as efficient and accurate file management techniques are clearly supportable.  Further refinements in the already successful on-line filing systems also are welcome by this Community.  

Goal - - Improving Intellectual Property Protection and Enforcement Domestically and Abroad

General and specific comments:

· The UIA Community applauds this Goal in principal, particularly as it relates to domestic improvements.  However, while it appears that considerable resources may be allocated to posting people at the four corners of this planet (from Brazil to China to Russia), precious little will be directed toward reaching out to the current and prospective users of the US Patent System.   Early and effective educational interface with inventors and entrepreneurs will improve the quality and timing of their filings, which of course translates directly to more cost effective examination (for all participants) and quicker dissemination of new technology to the public.  All this is not to diminish the role America must play on the world IP stage.  But common sense would dictate a reasonable amount of focus on the domestic scene, as well

· The phrase “Patent harmonization” continues to foster a great amount of teeth gnashing throughout the inventor community, largely because of a perceived cavalier attitude on the part of USPTO staff and other USG officials in ignoring the Community’s continuing concerns for loss of first to invent.   There is a notable, if slight, inclination in this Community to look favorably upon first

“ inventor” to file (though persuasive minds still maintain otherwise), if coupled 
with gains relative to grace periods.  In any event, proceeding in pursuit of 
harmonization definitely should include the courtesy of inclusion where small 
business and independent inventors are concerned.

· It is not known what is meant by “providing effective customer experiences in obtaining USPTO services.”  

· The (planned) establishment of patent, copyright, trademark and enforcement reform focus groups for the reasons associated therewith is roundly applauded by the UIA Community as long as this Community will be included and afforded fair representation.3
MISCELLANEOUS COMMENTS

· The end-to-end flowchart of core responsibilities (Background, pg. 6) seems incomplete, in that it lacks a correction cycle.  Also, an outcome/impact must (if USPTO is to be guided by Article 1, Sect. 8) include the result that the public is informed of the new technology which presumably will spur still further invention.  
· The UIA Community is heartened by the “Introduction” in the repeated references to the importance of the USPTO’s 8000 people relative to the success of the Five-Year Strategic Plan.  We believe this is where majority focus is crucial.  



“Without capable people we will fail.”  “Formula for Certainty 



includes…a capable workforce.”  “A capable workforce – our employees 


– is the single most critical component to achieving our goals.”

 
Yet, we could not help but notice that the “Who We Are” Section of the Plan 
illustrates the 
organization through a chart that conspicuously includes only 17 
USPTO officials…and 2 public advisory committees.   This is a subtle point, but 
one well worth noting where a major objective of the Strategic Plan has to be 
inclusiveness and valuing of those who will, at the end of the day, have to deliver 
on this Plan’s bold promises.  

FN 3:  For example, the US share of all-source US patent filings is around 50-55%.  It is presumed that the focus groups would be peopled only by US citizens.  Of this US-source fraction of US filings, small entities are believed to represent as much as 40%.  It would not be unreasonable to ask that focus groups for patent policy reflect this proportion.   

CLOSING

The United Inventors Association is grateful to have had this opportunity to provide comments on this ambitious plan.  We wish we could have spent more time on the review and hope that our feedback is both useful and constructive.  Our repeated offer to participate or assist in further development of this instrument stands.   
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