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IBM fully supports the USPTO’s continuing commitment to improve patent quality.  We appreciate the opportunity to comment on the goals and objectives set forth in the draft USPTO “Strategic Plan 2007-2012”.  The draft Strategic Plan proposes a number of measures that address various aspects of patent quality.  IBM applauds and echoes the Office’s conviction that the ultimate guiding principle of any plan for the future should be to promote patent quality.  IBM’s recent policy statement regarding patent quality underscores our commitment and demonstrates our strong bond with the USPTO in this important effort.  Our respective commitments demonstrate our common vision of patent quality as a shared responsibility. 

IBM believes that patents should be granted only for ideas that embody genuine scientific progress and technological innovation. Thus, we recognize that patent quality includes several aspects, 1). patent validity, 2). a claim scope that is commensurate with the scope of the invention described in the specification, 3). a claim scope that is properly and clearly bounded by the applicable prior art and 4). a fully enabling specification that describes and teaches the claimed invention.  High-quality patents increase certainty around intellectual property rights, reducing contention and freeing resources to focus on innovation.

IBM agrees with the draft Strategic Plan’s Goal 1 – Optimize Patent Quality and Timeliness.  We believe that the proper objective of this Strategic Plan is to concurrently optimize both patent quality and timeliness.  Neither of these important results should be diminished in the pursuit of the other.  Poor quality patents are a problem for the public at large, not just potential infringers that have to defend themselves against dubious patents, but also consumers who must bear the burden of this uncertainty in the form of service and product interruptions and higher prices.  While high-quality patents promote the progress of innovation, poor quality patents hinder that progress.   

IBM is also gratified that the USPTO has included in the Goal 1, Objective No. 1 initiatives of the draft Strategic Plan, the Community Patent Review Project 

(PAT 15 – Patent Application Peer Review) and the Open Source as Prior Art Project (PAT 20 – Develop Open Source Software Database).   As we have previously communicated to the Office, we feel that each of these projects will help to promote patent quality by ensuring that the best prior art is available to examiners and that examiners will be able to properly comprehend and apply that prior art.  The Objective No. 1 initiatives further propose that the Office will “Develop Quality Metrics and Performance Targets with External Stakeholders” (PAT 13).  We request that the Office consider the suggested criteria for our proposed Patent Quality Index as possible metrics for this initiative.  Factors such as proper submission of references cited in counterpart prosecution and appropriate correspondence between claim elements and the content of the specification, for example, are easily ascertained and strongly indicative of the quality of a patent application.  We would welcome the opportunity to further collaborate with the Office with respect to this initiative.  To that end, we intend to work with Professor Ronald Mann of the University of Texas at Austin School of Law, to provide a more complete description of the criteria that we feel correlate well to a determination of patent quality. 

Raising the quality of patents will encourage continued investment in innovation by properly balancing the interests of innovators with that of the public.  Protecting meritorious inventions with high quality patents remains the loftiest goal of any patent system, and IBM is committed to continue our partnership with the USPTO to achieve this important objective. We look forward to commenting further on the draft Strategic Plan as more specific details become available to the public.
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